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INFORMATION AND CORRESPONDENCE 


(1) Change of Address for Patent Applications 
and Patent Related Papers 


Effective immediately, correspondence in patent-related mat- 
ters under the direction of the Assistant Commissioner for 
Patents should be addressed to: 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


This change is being made to reflect the reorganization of the 
Patent and Trademark Office (PTO), and the integration of 
patent and trademark processing activities under the Assistant 
Commissioner for Patents and the Assistant Commissioner for 
Trademarks, respectively. The reorganization has been made 
to emphasize and facilitate better service to customers of the 
PTO. 

This change will affect correspondence such as: patent appli- 
cations, responses to notices of informality, requests for exten- 
sion of time, notices of appeal, briefs in support of an appeal, 
requests for oral hearing, extensions of term of patent, requests 
for publication of Statutory Invention Registration (SIR), 
requests for reexamination, statutory disclaimers, petitions to 
the Assistant Commissioner for Patents, submission of informa- 
tion disclosure statements, petitions to institute a public use 
proceeding, petitions to revive abandoned patent applications, 
and other correspondence related to patent applications and 
patents which is processed by organizations reporting to the 
Assistant Commissioner for Patents. However, unless otherwise 
specified, correspondence not processed by organizations 
reporting to the Assistant Commissioner for Patents, such as 
communications with the Board of Patent Appeals and Interfer- 
ences, patent services including certificates of correction, patent 
copy sales, assignments, library services, requests for lists of 
patents and SIRs in a subclass, requests for the status of mainte- 
nance fee payments, as well as patent practitioner enrollment 
matters including admission to examination, registration to 
practice, certificates of good standing, and financial service 
matters including establishing a deposit account should con- 
tinue to be addressed to the Commissioner of Patents and 
Trademarks. 

Special PTO mail boxes as currently listed in each issue of 
the Official Gazette should also be used to allow forwarding 
of particular types of mail to the appropriate areas as quickly 
as possible. Use of special box designations will facilitate the 


PTO’s timely and accurate identification and processing of the 
designated correspondence. 

All correspondence with the PTO, except for communica- 
tions relating to pending litigation as specified in 37 CFR 1.1(g), 
may continue to be filed directly at the Attorney’s Window 
located in Room 1B03 of Crystal Plaza Building 2, 2011 Jef- 
ferson Davis Highway, Arlington, Va. 

In addition to the Office of the Solicitor, as specified in 37 
CFR 1.1(g), the Office will now have three separate addresses. 
The addresses are as follows: 1) Assistant Commissioner for 
Patents for correspondence described above; 2) Assistant Com- 
missioner for Trademarks for all trademark-related mail, except 
for trademark documents sent to the Assignment Branch for 
recordation and requests for certified and uncertified copies of 
trademark documents. See: Change of Address For Trademark 
Applications and Trademark Related Papers, 1163 Off. Gaz. 
Pat. Office 80 (June 28, 1994); and 3) Commissioner of Patents 
and Trademarks for all other correspondence that does not fall 
into the categories designated above. 

Those who correspond with the PTO are requested not to 
mix correspondence which will have to be directed to different 
areas (e.g:, Patents and Trademarks) of the Office in a single 
envelope. At the present time, use of the wrong mailing address 
will not affect the filing date assigned to any application or 
correspondence received in the PTO, except as specified in 37 
CFR 1.1(g). 

The Office is currently preparing a notice of proposed rule- 
making to formally change the address for patent-related corre- 
spondence. Sections 1.1, 1.8, 1.10 and 1.51 of Title 37 of the 
Code of Federal Regulations are waived to the extent that a 
certificate of mailing under section 1.8 or 1.10, for patent 
applications and related patent documents, may be addressed 
either to the Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231, or to the Assistant Commissioner for 
Patents, Washington, D.C. 20231. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


March 9, 1995 


{1173 O.G. 13) 


(2) Establishment of a Special Box 
for Comments to Proprosed Rulemaking 


Effective immediately, the Patent and Trademark Office has 
established a special box designator for public comments 
regarding patent related regulations and procedures. 

In order to take advantage of this new service, the envelope 
should be addressed: 


Box Comments - Patents 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Only comments regarding patent related regulations and pro- 
cedures are to be placed in the envelope. In order to assist the 
public, notices published in the Federal Register or the Official 
Gazette will specifically direct that comments be addressed to 
“Box Comments - Patents” when appropriate. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 


January 11, 1996 


[1183 OG 14] 
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Extension of the Payor Number Practice 
(through “Customer Numbers”) 
to Matters Involving Pending Patent Applications 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Change in Procedure. 

Summary: The Patent and Trademark Office (PTO) is extending 
the Payor Number practice to matters involving pending patent 
applications. Payor Numbers are currently used to establish a 
“fee address” for receipt of maintenance fee correspondence. 
Through the use of “Customer Numbers,” the PTO will extend 
the Payor Number practice to matters involving patent applica- 
tions. Under this Customer Number practice, an applicant (or 
patentee) will be able to use a Customer Number to: (1) desig- 
nate the address associated with the Customer Number as the 
correspondence address for an application (or patent); (2) desig- 
nate the address associated with the Customer Number as the 
fee address (37 CFR 1.363) for a patent; and (3) submit a 
power of attorney in the application (or patent) to the registered 
practitioners associated with the Customer Number. The change 
of either the address or practitioners having a power of attorney 
in multiple patent applications through a single paper directed 
to the Customer Number should result in savings to the attorney, 
agent, or law firm, as well as the PTO. 

Effective Date: November |, 1996. Any request to change the 
correspondence address of a pending application to the address 
associated with a currently assigned Payor Number filed before 
November 1, 1996 will not be effective until November 1, 
1996. 

For Further Information Contact: Robert W. Bahr by telephone 
at (703) 305-9285 or by facsimile at (703) 308-6916, or by 
mail addressed to Box Comments-Patents, Assistant Commis- 
sioner for Patents, Washington, D.C. 20231. 

Supplementary Information 

Payor Numbers are currently used to establish a “fee address” 
for receipt of maintenance fee correspondence. Such Payor 
Numbers permit, inter alia, an attorney, agent or law firm to 
file a single change of address paper for the Payor Number, 
and this change of address is effective for every patent desig- 
nating the address associated with the Payor Number as the 
correspondence address for the patent. This Payor Number 
practice avoids the filing of a separate change of address paper 
for every patent affected by the change of address. 

In a Notice entitled “Extension of the Use of Payor Numbers 
to Matters Involving Pending Patent Applications” (Payor 
Number Notice), published in the Federal Register at 60 FR 
26026-28 (May 16, 1995), and in the PTO Official Gazette at 
1175 Off. Gaz. Pat. Office 14-15 (June 6, 1995), the PTO 
proposed to extend the current Payor Number practice to matters 
involving pending patent applications. In view of the comments 
received in response to the Payor Number Notice, the PTO is 
adopting the following “Customer Number” practice. 

Currently assigned “Payor Numbers” will be redesignated 
as “Customer Numbers” to avoid requiring persons or organiza- 
tions currently assigned a Payor Number to request a “new” 
Customer Number. Thus, persons or organizations currently 
assigned a “Payor Number” should not request a new “Customer 
Number.” Persons or organizations not currently assigned a 
Payor Number can request assignment of “new” Customer 
Numbers. 

The PTO has created a box designation for correspondence 
related to a Customer Number (“Box CN”), and all correspon- 
dence related to a Customer Number (e.g., requests for a Cus- 
tomer Number) should be addressed to this box designation. 

The PTO will provide standard forms to: (1) request a Cus- 
tomer Number (PTO/SB/125); (2) request a change in the data 
(address or list of practitioners) associated with an existing 
Customer Number (PTO/SB/124); (3) change the correspon- 
dence address of an individual application (PTO/SB/122) or 
patent (PTO/SB/123) to the address associated with a Customer 
Number; or (4) change the correspondence address of a list of 
applications or patents to the address associated with a Cus- 
tomer Number (PTO/SB/121). The PTO is also modifying its 
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current standard forms (e.g., the declaration form) to permit: 
(1) the designation of the address associated with the Customer 
Number as the correspondence address for an application; (2) 
designation of the address associated with the Customer 
Number as the fee address for a patent; and (3) the submission 
of a power of attorney in the application to the practitioners 
associated with the Customer Number. The forms provided by 
the Office may be obtained by contacting the Customer Service 
Center of the Office of Initial Patent Examination at (703) 308- 
1214. Also, many standard forms have been loaded on the 
PTO’s Internet Website and may be electronically copied via the 
Internet through anonymous file transfer protocol (ftp) (address: 
ftp.uspto.gov). While use the standardized forms provided by 
the PTO is encouraged, it is not mandatory. 

This notice of change in procedure contains a collection of 
information subject to the Paperwork Reduction Act of 1995, 44 
U.S.C. 3501 et seq. This collection of information is currently 
approved by the Office of Management and Budget under 
Control No. 0651-0035. Send comments regarding this burden 
estimate or any other aspect of this collection of information, 
including suggestions for reducing this burden to the Office of 
System Quality and Enhancement, Data Administration Divi- 
sion, Patent and Trademark Office, Washington, D.C. 20231, 
and to the Office of Information and Regulatory Affairs, Office 
of Management and Budget, Washington, D.C. 20503 (ATTN: 
Paperwork Reduction Act Project 0651-0035). 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall any person be subject to a 
penalty for failure to comply with a collection of information 
subject to the requirements of the Paperwork Reduction Act 
unless that collection of information displays a currently valid 
OMB control number. 

The PTO will also accept requests submitted electronically 
via a computer-readable diskette to: (1) change the correspon- 
dence address of a list of applications or patents or the fee 
address for a iist of patents to the address associated with a 
Customer Number; and (2) submit a power of attorney in a 
list of applications or patents to the registered practitioners 
associated with the Customer Number. Persons electronically 
submitting such a request must submit an IBM-compatible 
diskette containing a Microsoft Excel spreadsheet, or a comma 
separated text file which can be imported into Microsoft Excel 
spreadsheet, formatted as follows: (1) row 1, column B con- 
taining the six-digit Customer Number; (2) row 2 being blank; 
(3) rows 3 through 9 containing the address associated with 
the Customer Number; (4) rows 10 through 15 being blank; 
and (5) row 16 starting with the list of patents or applications 
with column A containing the patent number (if appropriate), 
column B containing the application number, column C con- 
taining the patent date (if appropriate), column D containing 
the application filing date, column E indicating “YES” or “NO” 
to designate assignment of the address associated with the 
Customer Number as the correspondence address of the applica- 
tion or patent, column F indicating “YES” or “NO” to designate 
assignment of the registered practitioners associated with the 
Customer Number as the list of persons having a power of 
attorney in the applications or patents, and column G indicating 
“YES” or “NO” to designate assignment of the address associ- 
ated with the Customer Number as the fee address of the patent. 

The patent number (if appropriate), application number, 
patent date (if appropriate), and application filing date are being 
required as redundant identifiers to avoid changing the corre- 
spondence or fee address or entering a power of attorney in 
the wrong patent or application due to a typographical error 
in the patent or application number. The PTO will enter a 
change in correspondence or fee address or power of attorney 
in a listed application or patent only if the following identifiers 
are provided: (1) the patent number and the corresponding 
application number; (2) the patent number and the corres- 
ponding patent date; (3) the application number and the corres- 
ponding filing date; (4) the patent number and the corresponding 
application filing date; and (5) the application number and the 
corresponding patent date. 

A sample spreadsheet is included as an Appendix A to this 
notice of change in procedure. The phrase “Customer Number” 
in row |, column A, and “Requester (Attorney/Firm) Informa- 
tion” in row 3, as well as the information provided in rows 
10 through 15, are provided on the sample spreadsheet for 
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explanatory purposes only, and should not be included on any 
spreadsheet submitted to the PTO. 

The diskette must be accompanied by a paper copy of the 
spreadsheet and a cover letter requesting entry of the changes 
contained on the spreadsheet into PTO records for the listed 
applications or patents. In addition, for any applicatios or patent 
listed on such spreadsheet, the cover letter must be signed by 
the applicant or patentee, assignee in compliance with 37 CFR 
3.73(b), or registered practitioner of record in the patent or 
application. The PTO will issue a written confirmation of the 
list of applications or patents indicating the change(s) entered 
into PTO records. 

Through the use of “Customer Numbers,” the PTO is 
extending the “fee address” practice to matters involving 
pending patent applications to permit: (1) the designation of the 
correspondence address of a patent application by a Customer 
Number such that the correspondence address for the patent 
application would be the address associated with the Customer 
Number; (2) the designation of the fee address of a patent by 
a Customer Number such that the fee address for the patent 
would be the address associated with the Customer Number; 
and (3) the submission of a list of practitioners by a Customer 
Number such that an applicant may in a Power of Attorney 
appoint those practitioners associated with the Customer 
Number. While this notice discnsses this new Customer 
Number practice as it regards patent appiications and applicants, 
it will apply equally to patents and patentees. 

The designation in a patent application of a specific Customer 
Number as the correspondence address for such application 
will permit an attorney, agent or law firm to file a single paper 
containing a change of address, rather than a separate paper in 
each application, and this change of address paper will be 
applicable to all applications designating the Customer Number 
as the correspondence address for such application. The desig- 
nation of a Customer Number as the correspondence address 
for a patent application is optional, in that any application not 
designating a Customer Number as the correspondence address 
will not be affected by a change of address filed for a Customer 
Number, even if the correspondence address provided for such 
application is that of an attorney, agent, or law firm associated 
with a Customer Number. The change of address in multiple 
patent applications through a single paper directed to the Cus- 
tomer Number, rather than through individual letters directed 
to each application, will result in savings to the attorney, agent 
or law firm, as well as the PTO. 

This new Customer Number practice will not affect the cur- 
rent practice of permitting a patentee to provide a “fee address” 
for the receipt of maintenance fee correspondence. A patentee 
will be able to designate a “fee address” for the receipt of 
maintenance fee correspondence, and a different address for 
the receipt of all other correspondence. The designation of a 
“fee address” by reference to a Customer Number will not 
affect or be affected by the designation of a correspondence 
address by reference to another Customer Number, in that the 
PTO will send maintenance fee correspondence to the address 
associated with the Customer Number designated as the “fee 
address” and will send all other correspondence to the address 
associated with the Customer Number designated as the corre- 
spondence address. 

The association of a list of practitioners with a Customer 
Number will permit an applicant to appoint all of the prac- 
titioners associated with the Customer Number merely by refer- 
ence to the Customer Number in the Power of Attorney (i.e., 
without individually listing the practitioners in the Power of 
Attorney). The addition and/or deletion of a practitioner from 
the list of practitioners associated with a Customer Number 
will result in the addition or deletion of such practitioner from 
the list of persons authorized to represent any applicant who 
appointed all of the practitioners associated with such Customer 
Number. This will avoid the necessity for the filing of additional 
papers in each patent application affected by a change in the 
practitioners of the law firm prosecuting the application. The 
appointment of practitioners associated with a Customer 
Number will be optional, in that any applicant may continue 
to individually name those practitioners to represent the appli- 
cant in a patent application. 

Currently, the PTO must individually enter into the Patent 
Application Location and Monitoring (PALM) system the reg- 
istration number for each practitioner appointed to represent 
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the applicant in a patent application. The change of persons 
authorized to represent applicants in multiple patent applica- 
tions through a single paper directing the PTO to change its 
records concerning the Customer Number will require only a 
single entry into the PALM system, where the change of persons 
authorized to represent applicants in multiple patent applica- 
tions through individual letters directed to each application 
require a separate entry into the PALM system for each affected 
application. Thus, the use of Customer Numbers in a Power 
of Attorney will significantly reduce the amount of data which 
must be entered into the PALM system, and would thus result 
in savings to the PTO. In addition, permitting a change of 
persons authorized to represent applicants in multiple patent 
applications through a single paper directing the PTO to change 
its records concerning the Customer Number would result in 
similar savings to the attorney, agent, or law firm. 

As the PTO will not recognize more than one correspondence 
address (37 CFR 1.34(c)), any inconsistencies between the 
correspondence address resulting from a Customer Number 
being provided in an application for the correspondence address 
and any other correspondence address provided in that applica- 
tion would be resolved in favor of the address of the Customer 
Number. Where an applicant appoints all of the practitioners 
associated with a Customer Number as well as a list of individu- 
ally named practitioners, such action would be treated as only 
an appointment of all of the practitioners associated with a 
Customer Number due to the potential for confusion and data 
entry errors in entering registration numbers from plural 
sources. 

The following are examples of language effective to provide 
as the correspondence address the address of, and appoint those 
practitioners associated with, a Customer Number: 


1. The following language would be effective to appoint those 
practitioners individually listed, and provide as the correspon- 
dence address the address of Customer Number 99,999: 


I hereby appoint the following practitioners to prosecute this 
application and to transact all business in the Patent and 
Trademark Office connected therewith: 


John Doe, Registration No. 99,991, Jane Doe, Registration 
No. 99,992 and Richard Doe, Registration No. 99,993. 


Address all correspondence to: Customer Number 99,999. 
2. The following language would be effective to appoint those 


practitioners associated with, and provide as the correspondence 
address the address of, Customer Number 99,999: 


I hereby appoint the practitioners associated with the Cus- 
tomer Number provided below to prosecute this application 
and to transact all business in the Patent and Trademark 
Office connected therewith, and direct that all correspon- 
dence be addressed to that Customer Number: 


Customer Number 99,999. 
Response to Comments 


Eleven comments were received in response to the Payor 
Number Notice. The written comments have been analyzed, 
and responses to the comments follow. 

Comment (1): Ten comments supported the proposed exten- 
sion of use of the Payor Number practice to matters involving 
pending patent applications. 

Response: In view of the positive response to this proposed 
extension of use of the Payor Number practice to matters invol- 
ving pending patent applications, the PTO is extending the 
Payor Number practice to matters involving pending patent 
applications. 

Comment (2): One comment opposed combining the mainte- 
nance fee Payor Number with the practitioner responsible for 
the application or patent. The comment argued that, in many 
instances, a client instructs a practitioner that a particular service 
organization is responsible for the payment of maintenance 
fees, and, while the practitioner continues as counsel of record 
and receives correspondence unrelated to maintenance fees 
(e.g., reexamination or interference notices), the client advises 
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that the practitioner is no longer responsible for payment of 
the maintenance fees or even reminding the client of the due 
date for paying such fees. 

Response: As discussed supra, the implemented “Customer 
Number” practice will not affect the current practice of pro- 
viding a “fee address” for correspondence relating to the pay- 
ment of maintenance fees. While the current “Payor Numbers” 
will be redesignated as “Customer Numbers,” a patentee will 
be permitted to specify a “fee address” by reference to one 
Customer Number (e.g., the Customer or Payor Number of a 
maintenance fee service organization) and a correspondence 
address by reference to another Customer Number (e.g., the 
Customer Number of the attorney or agent of record). Desig- 
nating a “fee address” for maintenance fee payment purposes, 
by Customer Number or otherwise, will not affect the corre- 
spondence address for correspondence unrelated to mainte- 
nance fees, regardless of whether the correspondence address 
is also specified by a Customer Number. Likewise, providing 
a “fee address” for maintenance fee payment purposes, by 
Customer Number or otherwise, will not affect any previous 
appointments of practitioners. 

Comment (3): One comment cautioned that sufficient safe- 
guards be built into the system to avoid errors. Specifically, the 
comment cautioned that: (1) a data entry error in the Customer 
Number in one application (a key field error) would result in 
correspondence for that application being sent to an entirely 
different address; (2) a single error in the look-up data base 
would result in correspondence for every application desig- 
nating a particular Customer Number being sent to an entirely 
different address, and (3) an indexing or programming error 
affecting the entire look- up data base could result in correspon- 
dence for every application designating any Customer Number 
being sent to an entirely different address. 

Response: Currently, the application number is entered into 
the PALM data base to look-up the actual address (i.e., the 
application number is a key field). Thus, the risk of error in 
the improper entry of a Customer Number is no greater than 
the current risk of error in the improper entry of an application 
number. Nevertheless, the PTO endeavors to reduce such errors 


by requiring that employees check the returned application 
data. 


To avoid errors in information associated with a Customer 
Number, the PTO will double enter the Customer Number 
anytime there is a change to the information associated with 
the Customer Number. In addition, the PTO is in the process 
of developing Customer Number bar code labels for use on 
incoming requests for changes to the information associated 
with a Customer Number to permit scanning and reduce data 
entry errors. 

In any event, errors in the look-up data base would result 
in correspondence for every application designating a particular 
Customer Number being sent to an entirely different address, 
and indexing or programming errors affecting the entire look-up 
data base could result in correspondence for every application 
designating any Customer Number being sent to an entirely 
different address. These errors would result in mismailings of 
such magnitude that it would be readily apparent to the attorney, 
agent or law firm of the Customer Number, if not the PTO, 
that an error has occurred. 

Comment (4): Three comments suggested that registration 
numbers be used as Customer Numbers. 

Response: The suggestion has not been adopted. The PTO 
currently has a data base of addresses (i.e., fee addresses) 
associated with the current Payor Numbers that will be redesig- 
nated as “Customer Numbers.” To avoid an adverse impact on 
the current fee address practice, the Customer Number practice 
is being implemented using the existing fee address data base. 
Thus, the PTO cannot use registration numbers as Customer 
Numbers since newly assigned Customer Numbers must be 
compatible with the existing Payor Numbers. 

Comment (5): One comment suggested that a Power of 
Attorney be permitted to include the practitioners associated 
with a Customer Number and no more than one additional 
practitioner. The comment argued that clients will desire to 
name a responsible person in the Power of Attorney, and that 
this would also be helpful in the event that a practitioner with- 
draws from a law firm and the client continues with that prac- 
titioner. The comment cautioned that if this is not permitted, 
each practitioner will establish his or her own Customer 
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Number, resulting in the appointment of a large number of 
Customer Numbers. 

Response: The comment is adopted only to the extent indi- 
cated. To accommodate the desire of a client to see the respon- 
sible person mentioned by name in the Power of Attorney, a 
Power of Attorney appointing the practitioners associated with 
a specific Customer Number may also specifically mention any 
of the practitioners associated with such Customer Number. 
This mention may designate the responsible practitioner(s) as 
the principal attorney(s) or agent(s) in the application. In a 
Power of Attorney appointing those practitioners associated 
with a Customer Number, the specific mentioning of prac- 
titioner(s) will be ineffective to appoint a practitioner not associ- 
ated with the Customer Number. 

As discussed supra, the entry of a single Customer Number, 
rather than the individual registration number of each prac- 
titioner, into the PALM system is a primary benefit of permitting 
the appointment of a list of practitioners by Customer Number. 
As the individually listed practitioner is ostensibly among those 
practitioners associated with the Customer Number provided in 
the Power of Attorney, requiring the PTO to enter the individual 
registration numbers of a list of practitioners associated with 
a Customer Number, as well as the Customer Number, would 
frustrate this benefit. Thus, the PTO will treat such an appoint- 
ment as an appointment of only those practitioners associated 
with the Customer Number. 

Customer Numbers are designed to serve the dual purpose 
of providing a correspondence address, and providing the list 
of practitioners appointed with a power of attorney. Due to the 
prohibition against dual correspondence (37 CFR 1.33(a)), an 
applicant will be permitted to provide only a single number at 
a time as the Customer Number, and thus correspondence 
address, for the application. In an instance in which an applicant 
provides more than one Customer Number, the last provided 
Customer Number is controlling. Thus, the appointment of a 
plurality (much less a large number) of Customer Numbers 
will result in the PTO recognizing only the last mentioned 
Customer Number. Applicants are strongly cautioned not to 
attempt to appoint more than one Customer Number in a single 
communication, as such action will not have a cumulative 
effect. 

Comment (6): Three comments suggested that in this new 
context, the term “Payor Number” could cause confusion, and 
would be demeaning to applicants and their representatives. 
Response: In view of these comments, the term “Customer 
Number” has been used to describe the number having an 
address or a list of practitioners associated with such number. 
The term “Payor Number” was used in the Payor Number 
Notice as this term had a specific meaning with regard to the 
“fee address” for maintenance fee correspondence, and thus 
served to provide a frame of reference for the extension of 
such practice. 

Comment (7): One comment suggested that the form of 
appointment refer to registered practitioners, rather than attor- 
neys and agents. 

Response: The PTO does not require any specific form of 
appointment (i.e., the forms of appointment in the Payor 
Number Notice were merely exemplary). Nevertheless, the 
phrase “practitioner” is defined in 37 CFR 10. I(r), and “regis- 
tered practitioners” is considered preferable to “attorneys or 
agents” or “attorneys and agents.” As such, the PTO will change 
its standardized forms of appointment to refer to “registered 
practitioners.” 

Comment (8): One comment questioned the form and effect of 
an appointment of all practitioners associated with a Customer 
Number. The comment specifically questioned whether the 
practitioner would have to obtain a new power of attorney in 
a situation in which: (1) a practitioner is associated with the 
Customer Number of a law firm, and is thus appointed in every 
application appointing the practitioners associated with that 
Customer Number; (2) the practitioner subsequently leaves the 
law firm; and (3) an applicant in an application appointing the 
practitioners associated with the law firm’s Customer Number 
continues with the practitioner leaving the law firm. 

: The practitioner should obtain a new power of 
attorney to continue to have a power of attorney in the applica- 
tion. An appointment in an application of the practitioners 
associated with a particular Customer Number is the appoint- 
ment of each of the practitioners associated with that Customer 
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Number at the time any practitioner associated with such Cus- 
tomer Number seek to act for the applicant. With such an 
appointment, a practitioner is of record until removed from 
the Customer Number (i.e., until the practitioner is no longer 
associated with the Customer Number). As the practitioner’s 
former law firm should promptly remove such practitioner from 
the list of practitioners associated with the law firm’s Customer 
Number, a new power of attorney will be necessary for the 
practitioner to continue to have a power of attorney in the 
application. 

In an instance in which a particular practitioner in a law 
firm has a significant number of clients who are clients of the 
practitioner rather than the law firm (i.e., clients who would 
prefer to be represented by the practitioner, rather than the law 
firm, in the event that the practitioner left the law firm), such 
practitioner should consider establishing a Customer Number 
separate from the law firm’s Customer Number. This would 
permit the clients of the practitioner to appoint a power of 
attorney to the practitioners associated with the practitioner’s, 
rather than the law firm’s, Customer Number. The practitioner 
can list any or all of the practitioners in the law firm as prac- 
titioners associated with the Customer Number, and can change 
the practitioners associated with the Customer Number in the 
event that the practitioner left the law firm. This would avoid 
the necessity for a new power of attorney in the event that the 
practitioner leaves the law firm. 

Comment (9): One comment suggested that the proposed prac- 
tice be extended to trademark applications. 

Response: The suggestion has been forwarded to the Assistant 
Commissioner for Trademarks for consideration. 

Comment (10): One comment suggested that procedures be 
adopted such that this number could be utilized informally to 
identify the source of documents such as drawings, certified 
copies, etc., by including this number on the back of the docu- 
ment. 

Response: There is no prohibition against using a Customer 
Number on the back of a document to informally identify the 
source of the document. That is, while 37 CFR 1.52(b) and 
1.84(e) provide that the application papers contain writing or 
drawings only on one side of a sheet, these provisions are 
directed to the writing and drawings forming the application 
papers. Thus, the inclusion of identifying information on the 
back of a sheet simply results in that information not being 
considered part of the application papers. However, the inclu- 
sion of a Customer Number to informally identify the source 
of a document is not a substitute for the inclusion on the 
document of the application number to which the document is 
directed. In addition, a telephone number should also be pro- 
vided on such document, as the Customer Number will not 
provide the telephone number (but only the address) of the 
source of the document. 

Comment (11): One comment suggested that the PTO update 
the address of all registered practitioners in the Office of Enroll- 
ment and Discipline (OED) index by a change in the Customer 
Number address. 

Response: The suggestion has been forwarded to OED for 
consideration. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 15, 1996 


[1191 OG 187] 


(4) Mailing of Papers to the PTO in 
Patent Interference Proceedings 


Effective immediately, attorneys and agents are requested 
to address all papers mailed to the Patent and Trademark Office 
in connection with an interference proceeding, and any patent or 
application involved in an interference proceeding, as follows: 


BOX INTERFERENCE 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


U.S. PATENT AND TRADEMARK OFFICE 
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Use of this address will considerably assist the Board in its 
administration of patent interference proceedings. 


DONALD J. QUIGG 
Deputy Commissioner of 
Patents and Trademarks 


Nov. 28, 1983 


[1037 OG 25] 


(5) Establishment of a Special Box for 
Expedited Processing of Issue Fees 


Effective immediately, the Patent and Trademark Office has 
established a special box designator for issue fees to allow 
expedited processing of the Issue Fee Transmittal (PTOL Form 
85), and the order for advance copies. 

In order to take advantage of this new service, the envelope 
should be addressed: 

* 

Box Issue Fees 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 


Only the Issue Fee Transmittal (PTOL Form 85), advance 
copy orders and the fees associated with these two services are 
to be placed in the envelope. Including documents other than 
those specified will delay their reaching the area for which 
they were intended. 


PLEASE USE THE NEW ISSUE FEE BOX. 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


Mar. 4, 1988 


[1088 OG 41] 


(6) Use of Box Issue Fee 


On April 29, 1996, the Office will begin processing Issue 
Fee payments in the Office of Patent Publication. All issue 
fees mailed to the existing Box Issue Fee will be delivered 
directly to the Office of Patent Publication. Any issue fees 
received by the Office not addressed to Box Issue Fee will 
result in a delay in posting the fee. 


RICHARD BAWCOMBE 
Director, Office of Patent Publication 


March 28, 1996 


[1186 OG 12] 


(7) Establishment of Three Special Boxes 
for Expedited Processing 


The Patent and Trademark Office has established three addi- 
tional special boxes to allow expedited processing of non-fee 
amendments to patent applications, petitions for filing date and/ 
or serial number information for patent applications, and issue 
fees. 

In order to take advantage of these new expedited services, 
the envelope must be addressed: 


For non-fee amendments to patent applications: 


Box Non-Fee Amendments (Pats) 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


For petitions under 37 CFR 1.182 and associated fees for 
obtaining filing date and/or serial number information for patent 
applications prior to receipt of the official “Filing Receipt”, 
“Notice to File Missing Parts”, or “Notice of Incomplete Appli- 
cation”. 
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Box SN 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


For Issue Fee Transmittals (PTOL Form 85) and associated 
fees and corrected drawings: 


Box Issue Fees 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Only those documents specified for the special box are to 
be placed in the envelope addressed to that special box. Placing 
extraneous documents in an envelope marked for any special 
box will significantly delay their reaching the area for which 
they were intended. 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


Mar. 22, 1988 


[1089 OG 45] 


(8) Establishment of a Special Box for 
Design Patent Applications 


Effective immediately, the Patent and Trademark Office 
(PTO), as a part of the current reengineering effort, has estab- 
lished a special box for filing design patent applications and 
papers for design applications. Use of this box will allow the 
PTO to provide more efficient and effective handling of these 
applications and papers for customers. 


To take advantage of this new service, the envelope should be 
addressed: 


Box Design 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Because all processing of design patent applications, including 
fee processing, from the initial filing of the design patent appli- 
cation through payment of the design issue fee will now be 
performed in Examining Group 2900, design patent applica- 
tions and all papers for these applications may be hand-carried 
directly to Examining Group 2900 or mailed to Box Design. 
Petitions and amendments filed under 37 CFR 1.312 submitted 
for design patent applications will also be processed in Exam- 
ining Group 2900 and thus may be filed directly in Examining 
Group 2900 or mailed to Box Design. All regular methods of 
filing papers for design patent applications will still be available 
but the utilization of Box Design will enable the PTO to provide 
better customer service. 


In order to facilitate speedier processing of papers, it is 
requested that papers and fees for design patent applications 
be submitted separately from papers and fees for utility patent 
applications. 


Point of Contact for this Notice: 


Name: John Kittle 
Telephone number: (703) 308-1495 
Fax number: (703) 305-3600 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


May 10, 1996 


[1187 OG 37] 


(9) Changes in How Papers May be Filed 
in the Patent and Trademark Office 


Beginning April 21, 1992, an improved service will be 
offered to people who wish to file papers directly with the 
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Patent and Trademark Office (PTO) by extending the hours of 
operation for the Attorneys’ Window located in Room 1B03 
of Crystal Plaza Building 2, Arlington, Virginia. The current 
hours of operation are from 8:30 a.m. to 5:00 p.m., Monday 
through Friday, except Federal holidays within the District of 
Columbia. The change will extend the hours of operation until 
12:00 midnight on Monday through Friday, except holidays, 
on a trial basis. If, after six months, usage does not warrant 
retaining operations until midnight, the hours of operation will 
be reduced. 

This change will provide walk-up, personalized service to 
firms and individuals who are filing documents with the PTO. 
The PTO will continue to stamp postcard-type receipts to 
acknowledge the receipt of papers filed at the Attorneys’ 
Window. 

Also, effective on April 21, 1992, the PTO is discontinuing 
the use of drop boxes in the lobby of Crystal Plaza Building 
3, Arlington, Virginia, and at the main entrance of the Depart- 
ment of Commerce Building, Washington, D.C. (37 CFR 1.6(c)) 
as means for receiving papers. 

These changes will provide improved services with respect 
to receipt and processing of documents while, at the same time, 
overcoming problems with the present arrangement. 

Problems encountered with the present arrangement for the 
drop boxes have occasionally made it difficult to determine 
the dates of actual deposit of papers. For example, there have 
been many incidents of papers being found outside of the drop 
boxes (e.g., on the floor of the main lobby of the Department 
of Commerce Building, on the guard’s desk, on a nearby table, 
etc.). On occasion, the PTO and/or filers have been denied 
access to the drop box at the Department of Commerce by 
building security guards due to a special event taking place in 
the lobby. 

Provisions are also available for filing papers through the 
use of the certificate of mailing (37 CFR 1.8) and the Express 
Mail (37 CFR 1.10) procedures. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


March 17, 1992 


(1137 OG 7] 


(10) Relief in Certain Extraordinary Situations 

This notice addresses the extraordinary situation in which a 
Patent and Trademark Office (PTO) customer has been inten- 
tionally deceived by his or her representative, resulting in a 
potential loss of intellectual property rights. In such a situation, 
the PTO will mitigate any such potential loss, to the extent 
possible within the PTO’s statutory framework and the bounds 
of controlling law. 

To mitigate any such loss, the Commissioner of Patents and 
Trademarks may suspend or waive certain regulations. When 
that is the case, the Commissioner will exercise his power to 
do so under 37 C.F.R. §§ 1.183 and 2.148 (“In an extraordinary 
situation, when justice requires,” the Commissioner has the 
power to sua sponte suspend or waive any requirement of the 
regulations which is not required by statute.). 

In advance of the occurrence of such an extraordinary situa- 
tion, the Commissioner cannot determine what specific action 
justice will require. Such action, however, could include 
waiving of certain non-statutory fees, reviving an abandoned 
application, or granting an application filing date based on the 
PTO filing date of a copending document that has all the 
elements of a patent application required by law. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


August 11, 1995 


[1178 O.G. 42] 
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(11) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 5 and 10 
[Docket No. 951006247-5247-01] 


RIN 0651-AA70 
Communications with the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Proposed Rulemaking. 

Summary: The Patent and Trademark Office (Office) is pro- 
posing to amend the rules of practice in patent and trademark 
cases to: (1) require that patent-related mail be addressed to 
the Assistant Commissioner for Patents; (2) require that most 
trademark-related mail be addressed to the Assistant Commis- 
sioner for Trademarks; (3) specify a separate address for mail 
related to disciplinary proceedings pending before the Adminis- 
trative Law Judge or the Commissioner in the Office of the 
Solicitor; (4) provide a definition of “Federal holiday within 
the District of Columbia”; and (5) delete the requirement for 
a certificate for “Express Mail” in section 1.10 and incorporate 
requirements for the resubmission of misplaced correspondence 
which parallel section 1.8. 

Dates: Comments must be received by January 2, 1996. No 
hearing will be held. 

Addresses: Address written comments to Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia 
22202-3513, marked to the attention of Lynne G. Beresford. 
In addition, written comments may also be sent by facsimile 
transmission to (703) 308-7220 with a confirmation copy 
mailed to the above address, or by electronic mail messages 
over the Internet to mail-rule@uspto.gov. 

Written comments will be available for public inspection on 
[ Insert date 75 days after date of publication in the FEDERAL 
REGISTER], in the Assistant Commissioner for Trademarks’ 
suite on the 10th floor of the South Tower Building, 2900 
Crystal Drive, Arlington, Virginia 22202-3513. 

For Further Information Contact: Lawrence E. Anderson (for 
patent-related matters) by telephone at (703) 305-9285, by 
electronic mail at landerso@uspto.gov, or by mail to his atten- 
tion addressed to the Assistant Commissioner for Patents, Box 
DAC, Washington, D.C. 20231; or Lynne G. Beresford (for 
trademark-related matters) by telephone at (703) 308-8900, 
extension 44, or by mail marked to her attention and addressed 
to the Assistant Commissioner for Trademarks, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513. 

Supplementary Information: Addresses for correspondence 
with the Office are proposed to be changed to reflect the creation 
of a mailroom site at the South Tower Building for processing 
most trademark-related mail; to distinguish correspondence 
intended for organizations reporting to the Assistant Commis- 
sioner for Patents from other correspondence; and to add a 
separate mailing address in the Office of the Solicitor for disci- 
plinary matters. 

The proposed rulemaking entitled “Changes in Requirements 
for Addressing Trademark Applications and Trademark- 
Related Papers” (065 1-AA73) has been merged with this notice 
of proposed rulemaking. 

The Office will now have three separate general mailing 
addresses: (1) Assistant Commissioner for Patents for corre- 
spondence processed by organizations reporting to the Assistant 
Commissioner for Patents; (2) Assistant Commissioner for 
Trademarks for all trademark-related mail, except for trademark 
documents sent to the Assignment Division for recordation 
and requests for certified and uncertified copies of trademark 
documents which should be addressed to the Commissioner of 
Patents and Trademarks; and (3) Commissioner of Patents and 
Trademarks for all other correspondence. Notwithstanding the 
above, it is. proposed that there will be separate mailing 
addresses in the Office of the Solicitor for certain disciplinary 
matters and cases involving pending litigation. 

Those who correspond with the Office are requested to use 
separate envelopes directed to the different areas. 

Because patent-related mail will be sent to the Assistant 
Commissioner for Patents, the requirement to designate patent 
application correspondence as “PATENT APPLICATION” is 
proposed to be deleted from section 1.5(a). 

In addition, it is proposed that “Federal holiday within the 
District of Columbia” be defined as including Official closings. 
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It is further proposed that a “Certificate of Mailing by Express 
Mail” (currently necessary to obtain the benefit of the date of 
deposit with the United States Postal Service (U.S.P.S.) as the 
filing date of the paper) no longer be required for correspon- 
dence actually received in the Office. 


PATENT-RELATED MAIL 


Section 1.1 is proposed to be amended to provide for corre- 
spondence which is processed by organizations reporting to 
the Assistant Commissioner for Patents to be addressed to 
the “Assistant Commissioner for Patents, Washington, D.C. 
20231.” The Office first announced the new address for patent- 
related mail in a notice (Change of Address for Patent Applica- 
tions and Patent Related Papers) published in the Official 
Gazette at 1173 Off. Gaz. Pat. Office 13 (April 4, 1995). 

This change will affect correspondence such as: patent appli- 
cations, responses to notices of informality, requests for exten- 
sion of time, notices of appeal to the Board of Patent Appeals 
and Interferences (the Board), briefs in support of an appeal 
to the Board, requests for oral hearing before the Board, exten- 
sions of term of patent, requests for reexamination, statutory 
disclaimers, certificates of correction, petitions to the Commis- 
sioner, submission of information disclosure statements, peti- 
tions to institute a public use proceeding, petitions to revive 
abandoned patent applications, and other correspondence 
related to patent applications and patents which is processed 
by organizations reporting to the Assistant Commissioner for 
Patents. When patent-related documents are filed with a certifi- 
cate of mailing, pursuant to section 1.8, the certificate of mailing 
should be completed with the new address: Assistant Commis- 
sioner for Patents, Washington, D.C. 20231. 

Unless otherwise specified, correspondence not processed 
by organizations reporting to the Assistant Commissioner for 
Patents, such as communications with the Board, patent services 
including patent copy sales, assignments, requests for lists of 
patents and SIRs in a subclass, requests for the status of mainte- 
nance fee payments, as well as patent practitioner enrollment 
matters including admission to examination, registration to 
practice, certificates of good standing, and financial service 
matters including establishing a deposit account should con- 
tinue to be addressed to the Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. Documents to be 
recorded with the Assignment Division, except those filed with 
new applications, should be addressed to: Box Assignment, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. Orders for certified and uncertified copies of Office 
documents should be addressed to: Box 10, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 

Special Office mail boxes as currently listed in each issue 
of the Official Gazette should continue to be used to allow 
forwarding of particular types of mail to the appropriate areas 
as quickly as possible. Use of special box designations will 
facilitate the Office's timely and accurate identification and 
processing of the designated correspondence. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 


TRADEMARK-RELATED MAIL 


Most trademark-related mail should be sent directly to the 
Trademark Operation at: Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513. 
When trademark-related documents are filed with a certificate 
of mailing, pursuant to section 1.8, the certificate of mailing 
should be completed with the new address: Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia 
22202-3513. Use of the correct address will avoid processing 
delays. Trademark documents to be recorded with the Assign- 
ment Division, except those filed with new applications, should 
be addressed to: Box Assignment, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. Orders for certified 
and uncertified copies of trademark documents should be 
addressed to: Box 10, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 

The Office announced the new address for trademark-related 
mail ina notice (Change of Address for Trademark Applications 
and Trademark Related Papers) published in the Federal Reg- 
ister at 59 FR 29275 (June 6, 1994) and in the Trademark 
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Office Official Gazette at 1163 Off. Gaz. Trademark Office 
80 (June 28, 1994) (republished in 1170 Off. Gaz. Pat. Office 
303 (January 3, 1995)). 

The Office will continue to maintain the special box designa- 
tions and FEE/NO FEE indicators for trademark mail as cur- 
rently listed in each issue of the Official Gazette. In addition 
to addressing trademark-related mail as set forth above, the 
boxes should also be used to allow forwarding of particular 
types of mail to the appropriate areas as quickly as possible. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 

Mail intended for the Trademark Trial and Appeal Board 
should be addressed to: Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513, 
including BOX TTAB/FEE or BOX TTAB/NO FEE, which- 
ever is applicable. 


HAND-CARRIED CORRESPONDENCE 


All correspondence with the Office, except for communica- 
tions relating to pending litigation as specified currently in 
section |.1(g), may continue to be filed directly at the Attorney’s 
Window located in Room 1B03 of Crystal Plaza Building 2, 
2011 South Clark Place, Arlington, Virginia. Trademark-related 
papers may also be filed at the “walk-up” window located on 
the third floor of the South Tower Building, 2900 Crystal Drive, 
Arlington, Virginia. 


FEDERAL HOLIDAYS WITHIN THE DISTRICT OF 
COLUMBIA 


When the Patent and Trademark Office is officially closed 
for an entire day (for reasons due to weather or other causes), 
the Office will consider each such day a “Federal holiday within 
the District of Columbia” under 35 U.S.C. § 21. Any action 
or fee due on such a day may be taken, or fee paid, on the 
next succeeding business day the Office is open. 

Legal holidays considered “Federal holidays within the Dis- 
trict of Columbia” are New Year’s Day (January |), Martin 
Luther King, Jr.’s Birthday (third Monday in January), Presi- 
dential Inauguration Day, Washington’s Birthday (third 
Monday in February), Memorial Day (last Monday in May), 
Independence Day (July 4), Labor Day (first Monday in Sep- 
tember), Columbus Day (second Monday in October), Veterans 
Day (November 11), Thanksgiving Day (fourth Thursday in 
November) and Christmas Day (December 25). In the past, the 
Office has published notices concerning unscheduled closings. 
See, e.g., “Closing of Patent and Trademark Office on Thursday, 
January 20, 1994 and Friday, February 11, 1994,” 1161 Off. 
Gaz. Pat. Office 12 (April 5, 1994) (republished in 1170 Off. 
Gaz. Pat. Office 8 (January 3, 1995)) and “Filing of Papers 
During Unscheduled Closings of the Patent and Trademark 
Office,” 1097 Off. Gaz. Pat. Office 53 (December 20, 1988) 
(republished in 1170 Off. Gaz. Pat. Office 8 (January 3, 1995)). 
The proposed rule change will further implement the existing 


policy. 
EXPRESS MAIL PROVISIONS 


Section 1.10 is proposed to be amended by deleting the 
requirement for a “Certificate of Mailing by Express Mail” to 
obtain the benefit of the date of deposit with the United States 
Postal Service (U.S.P.S.) as the filing date of the paper. The 
title of section 1.10 is proposed to be revised and section 1.10 
is also proposed to be amended to incorporate requirements for 
the resubmission of misplaced correspondence which parallel 
section 1.8. 

Under the current rule, the filer is required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Some papers filed with the Office, 
although deposited as Express Mail with the U.S.P.S., have 
been denied the filing date of the date of deposit as Express 
Mail because the required Certificate of Mailing by Express 
Mail was omitted or deficient. The lost filing date for a signifi- 
cant number of these papers has resulted in the loss of substan- 
tive rights. For example, a trademark registration may be 
canceled if the required affidavit of continued use or excusable 
non-use is not filed by the end of the sixth year of registration. 
15 U.S.C. § 1058. 
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In light of the problematic nature of the requirement for a 
Certificate of Mailing by Express Mail, inasmuch as the date 
of deposit has already been entered by a disinterested third 
party, the Office proposes to delete this requirement from sec- 
tion 1.10. 


MISCELLANEOUS CHANGES 


Miscellaneous changes are proposed to change the word 
“communications” to “correspondence” for purposes of consis- 
tency. Also, since the certificate of mailing by “Express Mail” 
will no longer be a requirement of the proposed rules, the 
provisions of Part 10 relating to misconduct are proposed to 
be amended to delete reference to this requirement. 


DISCUSSION OF SPECIFIC RULES 


If revised as proposed, the heading of section 1.1 will be 
changed to state that the section contains the addresses for 
correspondence to the Patent and Trademark Office. 

Section 1.1 is proposed to be revised to set out all pertinent 
Office mailing addresses in paragraph (a) and in added para- 
graphs (a)(1), (a)(2), and (a)(3). It should be noted that the 
remaining paragraphs of section 1.1 contain directions for using 
box designations rather than addresses. Paragraph (a)(1) is 
proposed to be added to set out the new mailing address to 
which most patent-related documents should be sent. Paragraph 
(a)(2) is proposed to be added to set out the new mailing address 
to which most trademark-related documents should be sent. 
The Solicitor’s mailing address, formerly set out in paragraph 
(g) of the section is moved to a new paragraph (a)(3). Paragraph 
1.1(g) is proposed to be removed and reserved. 

Sections 1.1 and 1.3 are proposed to be amended so that the 
word “communications” is changed to “correspondence.” 

Section 1.5(a) is proposed to be amended by removing the 
requirement of the words “PATENT APPLICATION” on let- 
ters concerning patent applications. 

Section 1.8 (a) is proposed to be revised to state that papers 
and fees must be addressed as set out in section 1.1 (a). For 
the purposes of 1.8 (a) (1) (i) (A) , first class mail is interpreted 
as including “Express Mail” and “Priority Mail” deposited with 
the U.S.P.S. 

Section 1.9 is proposed to be amended to add a definition 
of “Federal holiday within the District of Columbia” to include 
Federal holidays and days when the Patent and Trademark 
Office is officially closed for the entire day (for reasons due 
to adverse weather or other causes). 

Section 1.10 is proposed to be revised to state that “Express 
Mail” must be addressed as set out in § 1.1(a). The title of 
section 1.10 is proposed to be revised to reflect this change. 
Further, for all correspondence actually received in the Office, 
the Office will consider the correspondence filed on the date 
shown by the “date in” notation on the “Express Mail” label 
unless the “date in” is a Saturday, Sunday or Federal holiday 
within the District of Columbia. Because of the reliance on the 
“date in” marked by the Postal Service, correspondence should 
be deposited directly with a person at the United States Postal 
Service, rather than in a drop box, to ensure that the person 
making the deposit receives a copy of the “Express Mail” label 
at the time of making the deposit to verify that the “date in” 
is accurately and clearly written by the Postal Service employee. 
Persons using an Express mail receptacle (such as a drop box) 
do so at the risk of not receiving an accurate and legible copy 
of the Express mail label at the time of deposit from which 
the Office may determine the “Express mail” “date in,” and, 
therefore, may not later argue that they should be entitled to 
the date on which they deposited the correspondence into a 
receptacle. Moreover, if the “date in” is found to be illegible 
or unclear, a person dealing directly with a Postal Service 
employee must take corrective action to ensure that a clear and 
accurate date is marked at the time of deposit. Persons choosing 
to use a receptacle (or the like) obviously do not oversee the 
marking by a Postal Service employee and thus may not later 
argue for the benefit of a section 1.10 filing date if the “date 
in” on the “Express Mail” label is improperly or not clearly 
marked. The determinative factor is when the Postal Service 
marks the “date in” and the mere deposit into a receptacle does 
not entitle one to an “Express Mail” “date in” under section 
1.10. 
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Paragraph (b) of section 1.10 is proposed to be amended by 
deleting the requirement for a “Certificate of Mailing by 
Express Mail” currently necessary to obtain the benefit of the 
date of deposit with the United States Postal Service (U.S.P.S.) 
express mail service as the filing date of the paper. 

Paragraph (c) of section 1.10 is proposed to be amended to 
set forth the requirements for the treatment of correspondence 
not received by the Office for which the “Express Mail” proce- 
dure was utilized. Correspondence not received by the Office 
will be considered filed in the Office on the date shown by 
the “date in” notation entered by the Postal Service if the party 
who forwards the correspondence: 


(1) Places the number of the “Express Mail” mailing label 
on the correspondence prior to the original mailing by “Express 
Mail,” 

(2) Informs the Office of the previous deposit of the corre- 
spondence promptly after becoming aware that the Office has 
no evidence of receipt of the correspondence, 

(3) Supplies an additional copy of the previously deposited 
correspondence showing the number of the “Express Mail” 
label thereon, 

(4) Supplies a copy of the “Express Mail” label clearly 
displaying the “date in” entered by the United States Postal 
Service, and 

(5) Includes a statement which establishes, to the satisfac- 
tion of the Commissioner, the previous deposit and that the 
copies of the correspondence and “Express Mail” label are true 
copies of the original correspondence and “Express Mail” label. 
Such statement must be on the basis of personal knowledge, 
whenever possible, and must be a verified statement if made 
by a person other than a practitioner as defined in section 
10.1(r) of this chapter. 


In addition, although the requirement for a certificate of 
express mail has been proposed to be eliminated from section 
1.10, applicants are strongly encouraged to continue using the 
certificate of express mail, as well as the placement of the 
Express Mail label number in the upper right corner of the first 
page of each separate piece of correspondence and to retain a 
clearly marked Express Mail label, to facilitate complying with 
the requirements of paragraph (c) if the correspondence is not 
received in the Office or if reliance on the U.S.P.S. “date in” 
is not possible. Moreover, paragraph (d) is proposed to be 
added so that additional evidence may be required if the Office 
so determines. 

Section 5.33 (entitled “Correspondence”) is proposed to be 
amended to change the correspondence address to “Assistant 
Commissioner for Patents (Attention: Licensing and Review), 
Washington, D.C. 20231.” 

Section 10.23(c)(9) is proposed to be revised to reflect the 
proposed change to section 1.10 that the certificate of mailing 
by “Express Mail” is no longer a requirement of the rules. 


OTHER CONSIDERATIONS 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5 U.S.C. 601 ef seq.), 
Executive Order 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. Information collection require- 
ments are not affected by the change of address. This proposed 
rule has been determined to not be significant for the purposes 
of Executive Order 12866. 

The Office has determined that this proposed rule change 
has no Federalism implications affecting the relationship 
between the National Government and the States as outlined 
in Executive Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
the proposed rule changes would not have a significant impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)). The proposed rule change has no effect 
on patent fees. 

These proposed rule changes contain collections of informa- 
tion subject to the requirements of the Paperwork Reduction 
Act of 1980, 44 U.S.C. 3501 et seg., which are currently 
approved by the Office of Management and Budget under 
Control No. 0651-0009 and 0651-0031. The public reporting 
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burden for these collections of information for certificate of 
mailing is estimated to average six minutes per response, 
including the time for reviewing instructions, searching existing 
data sources, gathering and maintaining the data needed, and 
completing and reviewing the collection of information. Send 
comments regarding this burden estimate or any other aspect 
of this collection of information, including suggestions for 
reducing this burden to the Office of System Quality and 
Enhancement Division, Patent and Trademark Office, Wash- 
ington, D.C. 20231, and to the Office of Information and Regu- 
latory Affairs, Office of Management and Budget, Washington, 
D.C. 20503. (ATTN: Paperwork Reduction Act Projects 0651- 
0009 and 0651-0031). 


List of Subjects 
37 CFR Part | 


Administrative practice and procedure, Freedom of informa- 
tion, Inventions and patents, Reporting and record keeping 
requirements. 


37 CFR PART 5 


Classified information, Foreign relations, Inventions and 
patents. 


37 CFR PART 10 


Administrative Practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 

For the reasons set forth in the preamble and under the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 15 U.S.C. 1123, 37 CFR Parts 1, 5 
and 10 are proposed to be amended as follows: 


PART I--RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.1 is proposed to be amended by removing and 
reserving paragraph (g) and by revising the title and paragraph 
(a) to read as follows: 


§ 1.1 Addresses for correspondence with the Patent and 
Trademark Office. 


(a) Except for those documents identified in paragraphs (1), 
(2) and (3) of this section, all correspondence intended for the 
Patent and Trademark Office must be addressed to “Commis- 
sioner of Patents and Trademarks, Washington, D.C. 20231.” 
When appropriate, correspondence should also be marked for 
the attention of a particular office or individual. 


(1) Patent correspondence. All correspondence concerning 
patent matters processed by organizations reporting to the 
Assistant Commissioner for Patents should be addressed to 
“Assistant Commissioner for Patents, Washington, D.C. 
20231.” 

(2) Trademark correspondence. All correspondence con- 
cerning trademark matters, except for trademark-related docu- 
ments sent to the Assignment Division for recordation and 
requests for certified and uncertified copies of trademark appli- 
cation and registration documents, should be addressed to 
“Assistant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513.” This includes correspon- 
dence intended for the Trademark Trial and Appeal Board. 

(3) Office of Solicitor correspondence. 

(i) Correspondence relating to pending litigation required 
by court rule or order to be served on the Solicitor shall be 
hand-delivered to the Office of the Solicitor or shall be mailed 
to: Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 
22215; or such other address as may be designated in writing 
in the litigation. See §§ 1.302(c) and 2.145(b)(3) for filing a 
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notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit. 

(ii) Correspondence relating to disciplinary proceedings 
pending before an Administrative Law Judge or the Commis- 
sioner shall be mailed to: Office of the Solicitor, P.O. Box 
16116, Arlington, Virginia 22215. 

(iii) All other correspondence to the Office of the Solicitor 
shall be addressed to: Box 8, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 

(iv) Correspondence addressed to the wrong Post Office 
Box will not be filed elsewhere in the Patent and Trademark 
Office and might be returned. 


REESE 


(g) [Reserved] 


8e4% 


3. Section 1.3 is proposed to be revised to read as follows: 
§ 1.3 Business to be conducted with decorum and courtesy. 


Applicants and their attorneys or agents are required to con- 
duct their business with the Patent and Trademark Office with 
decorum and courtesy. Papers presented in violation of this 
requirement will be submitted to the Commissioner and will 
be returned by the Commissioner’s direct order. Complaints 
against examiners and other employees must be made in corre- 
spondence separate from other papers. 


4. Section 1.5(a) is proposed to be revised to read as follows: 


§ 1.5 Identification of application, patent, or registration. 


(a) No correspondence relating to an application should be 
filed prior to when notification of the application number is 
received from the Patent and Trademark Office. When a letter 
directed to the Patent and Trademark Office concerns a pre- 
viously filed application for a patent, it must identify on the 
top page in a conspicuous location, the application number 
(consisting of the series code and the serial number; e.g., 07/ 
123,456), or the serial number and filing date assigned to that 
application by the Patent and Trademark Office, or the interna- 
tional application number of the international application. Any 
correspondence not containing such identification will be 
returned to the sender where a return address is available. The 
returned correspondence will be accompanied with a cover 
letter which will indicate to the sender that if the returned 
correspondence is resubmitted to the Patent and Trademark 
Office within two weeks of the mail date on the cover letter, 
the original date of receipt of the correspondence will be consid- 
ered by the Patent and Trademark Office as the date of receipt 
of the correspondence. Applicants may use either the Certificate 
of Mailing or Transmission procedure under § 1.8 or the Express 
Mail procedure under § 1.10 for resubmissions of returned 
correspondence if they desire to have the benefit of the date 
of deposit in the United States Postal Service. If the returned 
correspondence is not resubmitted within the two-week period, 
the date of receipt of the resubmission will be considered to 
be the date of receipt of the correspondence. The two-week 
period to resubmit the returned correspondence will not be 
extended. If for some reason returned correspondence is resub- 
mitted with proper identification later than two weeks after 
the return mailing by the Patent and Trademark Office, the 
resubmitted correspondence will be accepted but given its date 
of receipt. In addition to the application number, all letters 
directed to the Patent and Trademark Office concerning applica- 
tions for patent should also state the name of the applicant, the 
title of the invention, the date of filing the same, and, if known, 
the group art unit or other unit within the Patent and Trademark 
Office responsible for considering the letter and the name of 
the examiner or other person to which it has been assigned. 


5. Section 1.8(a)(1)(i)(A) is proposed to be revised to read as 
follows: 


§ 1.8 Certificate of mailing er transmission. 
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(a) ORK 
(1) *** 


(i) * RK 

(A) Addressed as set out in § 1.1(a) and deposited 

with the U.S. Postal Service with sufficient postage as first 
class mail; or 


SEREE 


6. Section 1.9 is proposed to be revised by adding a new 
paragraph (h) to read as follows: 


§ 1.9 Definitions. 


HERES 


(h) A “Federal holiday within the District of Columbia” as 
used in this chapter means any day, except Saturdays and 
Sundays, when the Patent and Trademark Office is officially 
closed for business. 


7. Section 1.10 is proposed to be revised to read as follows: 
§ 1.10 Filing of correspondence by “Express Mail.” 


(a) Any correspondence received by the Patent and Trade- 
mark Office utilizing the “Express Mail Post Office to 
Addressee“ service of the United States Postal Service will be 
considered filed in the Office on the date shown by the “date 
in” notation entered by the United States Postal Service on the 
“Express Mail” label, unless the “date in” is a Saturday, Sunday 
or Federal holiday within the District of Columbia. See § 1 .6(a). 
This procedure can be used to file any correspondence in the 
Office. 

(b) Any correspondence filed by “Express Mail” must be 
addressed as set out in § |.1(a) and should be deposited directly 
with the United States Postal Service to ensure that the person 
depositing the correspondence receives a copy of the “Express 
Mail” label at the time of deposit with the “date in” clearly 
marked thereon. Persons dealing indirectly with the United 
States Postal Service (such as by deposit in an Express Mail 
drop box) do so at the risk of not receiving their copy of the 
“Express Mail” label with the “date in” clearly marked. 

(c) Any correspondence mailed to the Patent and Trademark 
Office utilizing the “Express Mail Post Office to Addressee” 
service of the United States Postal Service, but not received 
by the Office, will be considered filed in the Office on the date 
shown by the “date in” notation entered by the United States 
Postal Service on the “Express Mail” label, unless the “date 
in” is a Saturday, Sunday or Federal holiday within the District 
of Columbia (see § 1.6(a)), if the party who forwarded such 
correspondence: 


(1) Places the number of the “Express Mail” mailing label 
on the correspondence prior to the original mailing by “Express 
Mail,” 

(2) Informs the Office of the previous deposit of the corre- 
spondence promptly after becoming aware that the Office has 
no evidence of receipt of the correspondence, 

(3) Supplies a copy of the previously deposited correspon- 
dence showing the number of the “Express Mail” label thereon, 

(4) Supplies a copy of the “Express Mail” label clearly 
displaying the “date in” entered by the United States Postal 
Service, and 

(5) Includes a statement which establishes, to the satisfac- 
tion of the Commissioner, to the previous deposit and that the 
copies of the correspondence and “Express Mail” label are true 
copies of the original correspondence and “Express Mail” label. 
Such statement must be on the basis of personal knowledge, 
whenever possible, and must be a verified statement if made 
by a person other than a practitioner as defined in § 10.1(r) of 
this chapter. 
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(d) The Office may require additional evidence to determine 
if the correspondence was deposited as “Express Mail” with 
the United States Postal Service on the date in question. 


Part 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


8. The authority citation for 37 CFR Part 5 continues to read 
as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100- 
418, 102 Stat. 1567; the Arms Export Control Act, as amended, 
22 U.S.C. 2751 et seqg., the Atomic Energy Act of 1954, as 
amended, 42 U.S.C. 2011 et seq., and the Nuclear Non-Prolifer- 
ation Act of 1978, 22 U.S.C. 3201 et seq., and the delegations 
in the regulations under these acts to the Commissioner (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


9. Section 5.33 is proposed to be revised to read as follows: 
§ 5.33 Correspondence. 


All correspondence in connection with this part, including 
petitions, should be addressed to “Assistant Commissioner for 
Patents (Attention: Licensing and Review), Washington, D.C. 
20231.” 


Part 10 - REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


10. The authority citation for 37 CFR Part 10 continues to read 
as follows: 

Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


11. Section 10.23(c)(9) is proposed to be revised to read as 
follows: 


§ 10.23 Misconduct. 


EERE 


(c) eK 


(9) Knowingly misusing a “Certificate of Mailing 
or Transmission” under § 1.8 of this chapter. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 26, 1995 


[1180 O.G. 122} 


(12) Identifying Application Correspondence 


With Issue Batch Number 


Applicants or their attorney or agent can facilitate matching 
incoming papers with the corresponding application file by 
indicating the Issue Batch Number on all papers filed in the 
Office after receiving the Notice of Allowance and before the 
time the Issue Fee Receipt is received. 

The Issue Batch Number is printed on the Notice of Allow- 
ance form in Box 4 in the lower left-hand corner below the 
address. The Issue Batch Number consists of a capital letter 
followed by two digits, for example; “A03,” “D18,” “F42,” 
“J79.” Any lower case letters before the Issue Batch Number 
should be ignored since they are the typist’s initials. Use of 
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the Issue Batch Numbers is important since the allowed applica- 
tions are filed by these numbers. 

Any paper filed after receiving the Issue Fee Receipt should 
include the indicated patent number rather than the Issue Batch 
Number. At this time in the processing, the Issue Batch Number 
is no longer useful since the application has been removed 
from the batch at the time the patent number was assigned. 
Jan. 16, 1976 RICHARD J. SHAKMAN 

Assistant Commissioner 

for Administration 


[943 0.G. 519} 


(13) Post Card Receipt Reminder 

Applicants and the agents are reminded of the provision in 
Section 717.01(a) (now Section 503) of the Manual of Patent 
Examining Procedure relating to the use of post cards as 
“receipts” of papers filed in the Patent Office. 

If a receipt for any paper filed in the Patent Office is desired, 
it may be had by enclosing with the paper a self-addressed 
post card identifying the paper. The Patent Office will stamp 
the receipt date on the card and place it in the outgoing mail. 

The identifying data on the card should be so complete as 
to match the paper with the application or other document to 
which it is to be associated. For example, the document should 
be identified by the applicant’s name(s), Serial No., filing date, 
appeal number, interference number, etc., and the paper should 
be identified by specifying the type thereof, viz, affidavit, 
amendment, appeal, application papers, brief, drawings, fees, 
motions, supplemental oath or declaration, petition, etc. 

When papers for more than one document are filed under a 
single cover a return post card should be attached to the paper 
for each document for which a receipt is desired. 

Nov. 21, 1968 RICHARD A. WAHL 
Assistant Commissioner 


[857 O.G. 667] 


(14) Acknowledgement of Receipt of a Patent 


or Trademark Application 


When early notification of the serial number of newly filed 
application papers is desired, a stamped, self-addressed post 
card should be submitted with each application. Immediately 
after the mail has been opened in the Patent and Trademark 
Office, the post card will be stamped with both the receipt date 
and the serial number, and then returned to the addressee. 

Within recent months, hundreds of cards could not be suc- 
cessfully returned because of insufficient postage or incomplete 
or nonexistent forwarding addresses. Accurate and complete 
addresses, including ZIP codes, are necessary to ensure prompt 
acknowledgement of the receipt of patent and trademark appli- 
cations. 

To assist in easy identification once the post card has been 
returned, it is suggested that the post card include applicant's 
names and title of invention. 

When more than one set of application papers is filed under 
one cover, a return post card should be attached to each set of 
papers for which a receipt is desired. 


THERESA A. BRELSFORD 
Acting Assistant Commissioner 
for Administration 


July 19, 1982 


[1021 O.G. 96] 
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(15) Treatment of Correspondence Deposited as First 
Class Mail Pursuant to 37 CFR 1.8 and Returned 
by the U.S. Postal Service 


Due to heightened security concerns, effective September 1, 
1996, the United States Postal Service (USPS) is requiring 
that all domestic first-class mail, bearing stamps and weighing 
sixteen ounces, or more, be presented to a retail clerk at a 
USPS office. All such mail that is not presented to a retail 
clerk at a USPS office (e.g., placed in a mailbox) will be 
returned by the USPS. The USPS has posted notice of this 
requirement on mailboxes. The “Express Mail” service of the 
USPS is not affected. 

37 CFR 1.8 provides that certain correspondence will be 
considered timely filed by the Patent and Trademark Office 
(PTO) if, among other things, it is deposited with the USPS 
by the due date, and includes a certificate of mailing that sets 
forth the date the person signing the certificate reasonably 
expected the correspondence to be mailed. Correspondence 
must be deposited with the USPS as first class mail in compli- 
ance with any and all applicable requirements of the USPS to 
be considered “[d]eposited with the U.S. Postal service” within 
the meaning of 37 CFR 1.8(a)(1)(i)(A). Correspondence pre- 
sented to the USPS in a manner that does not comply with the 
applicable requirements of the USPS is not “[dJeposited with 
the U.S. Postal service” within the meaning of 37 CFR 
1.8(a)(1)(i)(A) and is not entitled to any benefit under 37 CFR 
1.8 


To alleviate hardships caused by this change in USPS 
requirements, the PTO will treat correspondence returned by 
the USPS because of its size as “[d]eposited with the U.S. 
Postal service” within the meaning of 37 CFR 1.8(a)(1)(i)(A), 
so long as the correspondence was otherwise originally depos- 
ited with the USPS in compliance with 37 CFR 1.8(a)(1)(i) on 
or before December |, 1996. Returned mailed that is either 
resubmitted to the USPS for delivery, or hand-delivered to the 
PTO, will be stamped by the PTO with the actual date of receipt 
in the PTO. The correspondence will, however, be accorded 
the benefit of any certificate of mailing under 37 CFR 1.8. 

Correspondence mailed after December |, 1996, and returned 
by the USPS as not mailed in compliance with USPS require- 
ments concerning mail weighing sixteen ounces or more will 
not be entitled to any benefit under 37 CFR 1.8. 

Because this change in USPS requirements does not affect 
the “Express Mail” service of the USPS, it does not affect 
correspondence filed in compliance with 37 CFR 1.10. Persons 
filing correspondence in a manner other than by the procedures 
set forth in 37 CFR 1.8 or 1.10 do so at their own risk. 

Questions concerning this notice should be directed to Senior 
Legal Advisor Robert W. Bahr at (703) 305-9285. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 10, 1996 


[1192 OG 43} 


(16) Waiver of Certificate of Mailing 


Requirement Under 37 CFR 1.10 


The Patent and Trademark Office (PTO) will propose to 
amend 37 CFR 1.10, regarding the “Filing of papers and fees 
by ‘Express Mail’ with certificate” by, among other things, 
deleting the requirement for a “Certificate of Mailing by 
Express Mail” currently necessary to obtain the benefit of the 
date of deposit with the United States Postal Service (U.S.P.S.) 
as the filing date of the paper. 


Background of 37 CFR 1.10 and Rationale for Amendment 


35 U.S.C. § 21 authorizes the Commissioner “by rule [to] 
prescribe that any paper or fee required to be filed in the Patent 
and Trademark Office will be considered filed in the Office 
on the date on which it was deposited with the United States 
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Postal Service.” 37 CFR 1.10 was promulgated to implement 
this provision. 

Pursuant to 37 CFR 1.6, papers are stamped with the date 
of receipt in the PTO. An exception is made for papers filed 
in accordance with 37 CFR 1.10, which provides for the filing 
of papers and fees by Express Mail with a certificate. However, 
in order to claim the benefits of 37 CFR 1.10, a party must 
comply with its specific requirements that the papers have the 
number of the Express Mail label placed thereon prior to 
mailing, be properly addressed to the PTO (see “Change of 
Address For Trademark Applications and Trademark Related 
Papers,” 1163 TMOG 80 (June 28, 1994), which waived 37 
CFR 1.10 to the extent that certain trademark related papers 
could be addressed to the Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Va. 22202-3513; and 
“Change of Address For Patent Applications and Patent Related 
Papers,” 1173 OG 13 (April 4, 1995), which waived 37 CFR 
1.10 to the extent that patent related papers could be addressed 
to the Assistant Commissioner for Patents, Washington, D.C. 
20231 ), and include a Certificate of Mailing by Express Mail 
which states the date of mailing and is signed by the person 
mailing the papers. 

37 CFR 1.10 was promulgated in response to concerns that 
mail service was sometimes subject to delay and, except for 
hand-delivery, that there was no way to ensure the timely filing 
of time-critical documents with the PTO. “Express Mail” was 
chosen because, among other things, a person other than the 
filer, that is a disinterested third party working for the U.S.P.S., 
enters the date of deposit on the Express Mail label. 

Under the current rule, the filer is required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Some papers filed with the PTO, 
although deposited as Express Mail with the U.S.P.S., have 
been denied the filing date of the date of deposit as Express 
Mail because the required Certificate of Mailing by Express 
Mail was omitted or deficient. The lost filing date for a signifi- 
cant number of these papers has resulted in the loss of substan- 
tive rights. For example, a trademark registration may be 
canceled if the required affidavit of continued use or excusable 
non-use is not filed by the end of the sixth year of registration. 
15 U.S.C. § 1058. 

In light of the problematic nature of the requirement for a 
Certificate of Mailing by Express Mail and its apparent redun- 
dancy in purpose, inasmuch as the date of deposit has already 
been entered by a disinterested third party, the PTO will propose 
to delete this requirement from 37 CFR 1.10. 

This notice applies only to correspondence actually received 
(not to papers lost or misplaced by the U.S.P.S.) at the PTO 
via Express Mail Post Office to Addressee service where there 
is a clear indication of the “date in” on the Express Mail label 
by the U.S.P.S. Filers are encouraged to continue the practice 
of placing a Certificate of Mailing by Express Mail on papers 
filed in the PTO by Express Mail since, in some cases, the 
certificate may provide useful evidence. 


Interim Waiver of 37 CFR 1.10 for Documents Filed without 
Certificate of Express Mail 


Because a significant period of time will elapse before any 
final rule change can be promulgated, and because there appears 
to be no harmful consequence to any party, effective as of the 
publication date of this notice, the PTO will, sua sponte, waive 
37 CFR 1.10 to the extent of granting a filing date as of the 
“date in” entered on the Express Mail label by the U.S.P.S. 
employee (unless the “date in” is a Saturday, Sunday or Federal 
holiday within the District of Columbia; see § 1.6(a)) for all 
papers actually received at the PTO via Express Mail, regardless 
of whether the requirement for a Certificate of Mailing by 
Express Mail has been met provided all other requirements of 
37 CFR 1.10 are met. 
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For all papers filed prior to the date of this notice, which 
were not in compliance with the Certificate of Mailing by 
Express Mail requirements under 37 CFR 1.10, a petition to 
the Commissioner will be required to request that the date of 
deposit as shown by the “date in” entered on the Express Mail 
label be accorded as the filing date of the paper. The petition 
should include a copy of the Express Mail label showing the 
“date in” entered by the U.S.P.S. employee and a declaration 
attesting to the contents of the envelope to which the Express 
Mail label was attached. See 37 CFR 1.183 or 2.146. 


Summary 


In summary, the PTO is waiving, sua sponte, the requirement 
of 37 CFR 1.10 for a Certificate of Mailing by Express Mail and 
will propose to amend 37 CFR 1.10 to delete the requirement for 
a Certificate of Mailing by Express Mail. This waiver becomes 
effective upon the publication of this notice. For all documents 
filed by Express Mail prior to this notice, but not in compliance 
with the Certificate of Mailing by Express Mail requirement, 
a petition to the Commissioner under either 37 CFR 1.183 or 
2.146 must be filed to request that the date of deposit as shown 
by the “date in” entered on the Express Mail label be accorded 
as the filing date of the paper. 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


{1174 O.G. 92] 


Information in Oath/Declaration 
Necessary to Identify the Specification 
for an Application filed under 35 USC 111 
in Accordance with 37 CFR 1.63 


(17) 


This notice supersedes the previous notice published at 1035 
Off. Gaz. Pat. Office 3 on September 12, 1983, and is intended 
to make it easier for an applicant(s) to comply with the identifi- 
cation requirement of 37 CFR 1.63. 

37 CFR 1.63 requires that an oath or declaration identify 
the specification to which it is directed. The declaration form 
suggested by the Office includes spaces for filling in the names 
of the inventors, title of invention, application number, filing 
date, foreign priority application information and United States 
priority application information. While this information should 
be provided, it is not essential that all of these spaces be filled 
in order to adequately identify the specification in compliance 
with 37 CFR 1.63(a)(2). 

The following combinations of information supplied in an 
oath or declaration filed on the application filing date with a 
specification are acceptable as minimums for identifying a 
specification and compliance with any one of the items below 
will be accepted as complying with the identification require- 
ment of 37 CFR 1.63: 


(1) name of inventor(s), and reference to an attached specifi- 
cation which is both attached to the oath or declaration at the 
time of execution and submitted with the oath or declaration 
on filing; 

(2) name of inventor(s), and attorney docket number which 
was on the specification as filed; or 

(3) name of inventor(s), and title which was on the specifica- 
tion as filed. 


Filing dates are now granted on applications filed without 
an oath or declaration in compliance with 37 CFR 1.63, the 
oath or declaration being filed later with a surcharge. The 
following combinations of information supplied in an oath or 
declaration filed after the filing date are acceptable as mini- 
mums for identifying a specification and compliance with any 
one of the items below will be accepted as complying with the 
identification requirement of 37 CFR 1.63: 
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(1) name of inventor(s), and application number (consisting 
of the series code and the serial number; e.g.,08/123,456); 

(2) name of inventor(s), serial number and filing date; 

(3) name of inventor(s) and attorney docket number which 
was on the specification as filed; 

(4) name of inventor(s), title which was on the specification 
as filed and filing date; 

(5) name of inventor(s), title which was on the specification 
as filed and reference to an attached specification which is both 
attached to the oath or declaration at the time of execution and 
submitted with the oath or declaration; or 

(6) name of inventor(s), title which was on the specification 
as filed and accompanied by a cover letter accurately identifying 
the application for which it was intended by either the applica- 
tion number (consisting of the series code and the serial number; 
e.g.,08/123,456), or serial number and filing date. Absent any 
statement(s) to the contrary, it will be presumed that the applica- 
tion filed in the PTO is the application which the inventor(s) 
executed by signing the oath or declaration. 


Any specification that is filed attached to an oath or declara- 
tion on a date later than the application filing date will not be 
compared with the specification submitted on filing. Absent 
any statement(s) to the contrary, the “attached” specification 
will be presumed to be a copy of the specification and any 
amendments thereto which were filed in the Office in order to 
obtain a filing date for the application. 

Any variance front the above guidelines will only be consid- 
ered upon the filing of a petition for waiver of the rules under 
37 CFR 1.183 accompanied by a petition fee (37 CFR 1.17(h)). 

Further, an oath or declaration attached to a cover letter 
referencing an incorrect application may not become associated 
with the correct application and, therefore, could result in the 
abandonment of the correct application. 

Supplemental oaths or declarations in accordance with 37 
CFR 1.67 will be required in applications in which the oaths 
or declarations are not in compliance with the other require- 
ments of 37 CFR 1.63 but contain sufficient information to 
identify the specifications to which they apply as detailed above. 

A copy, such as a photocopy or facsimile transmission, of 
an originally executed oath or declaration is acceptable and 
may be filed. In the event that a copy of the original is filed, 
the original should be retained as evidence of authenticity. If 
a question of authenticity arises, the Patent and Trademark 
Office may require submission of the original. See 37 CFR 
1.4(d)(2). 

See MPEP § 1896 for the identification requirements for a 
declaration filed in a U.S. national stage application filed under 
35 USC 371. 

These changes will appear in MPEP § 601.01 in the next 
revision of the Manual. 


STEPHIN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 


July 13, 1995 


[1177 OG 60} 


(18) Handling of Status Inquiries 

This notice is intended to supplement the discussion set forth 
in the Official Gazette Notice published at 893 Official Gazette 
810 entitled “Status Inquires” (Dec. 21, 1971). 

It has come to the attention of the Patent and Trademark 
Office (PTO) that its employees may have improperly released 
confidential information concerning pending applications. Spe- 
cifically, issue date and patent number information assigned 
to pending applications may have been improperly released. 

No information concerning pending or abandoned patent 
applications (except reissue applications and reexamination 
proceedings) may be given to the public by the PTO without 
the authorization of the applicant or the assignee or attorney 
or agent of record. 35 USC § 122 and 37 CFR § 1.14. Other 
exceptions are specified at 37 CFR § 1.14. 

However, PTO employees will release information on the 
status of patent applications to the applicant or assignee or 





1194 TMOG 16 
(19) 


attorney or agent of record if the identity of the requestor can 
be adequately verified as set forth below. 

Telephonic status inquiries should continue to be directed 
to the PTO clerical personnel. The PTO clerical personnel will 
obtain the caller’s full name, the application serial number and 
the caller’s telephone number. The PTO clerical personnel will 
ask the caller if there is an attorney or agent of record. 

If there is an attorney or agent of record, the PTO clerical 
personnel will ask for his/her registration number. If the regis- 
tration number is not known, the PTO clerical personnel will 
ask for the name of the attorney or agent of record. The PTO 
clerical personnel will inform the caller that an attorney or 
agent of record will be called after verification of his/her identity 
and that the requested status information concerning the appli- 
cation will be released to that attorney or agent. 

If there is no attorney or agent of record, the PTO clerical 
personnel will ask the caller why he/she is entitled to informa- 
tion concerning the application. If the caller identifies himself/ 
Herself as an applicant or an authorized representative of the 
assignee of record, the PTO clerical personnel will ask for 
the correspondence address of record. Then, the PTO clerical 
personnel will inform caller that his/her association with the 
application must be verified before any information concerning 
the application can be released, and that he/she will be called 
back. If the caller indicates that he/she is not an applicant or 
an authorized representative of the assignee of record, the PTO 
clerical personnel will inform caller that no information con- 
cerning that application will be released. 

The PTO clerical personnel will then verify the identity of 
any caller claiming to be associated with the application by 
checking the Patent Application Locating and Monitoring 
(PALM) system or the application file. 

If an attorney or agent is of record in the application, the 
PTO clerical personnel will release the status information con- 
cerning the application by calling the attorney’s or agent’s 
telephone number obtained from PALM or the application file. 

If the applicant or an authorized representative of the assignee 
of record requests information, and there is no attorney or agent 
of record and the correspondence of record has been verified, 
the PTO clerical personnel will release the status information 
to the caller using the telephone number given by the caller. 
If the caller’s association with the application cannot be veri- 
fied, no information concerning the application will be released. 
However, the caller should be informed that the caller’s associa- 
tion with the application could not be verified. 

In handling an in-person status request, PTO clerical per- 
sonnel will ask the requester to wait while verifying their identi- 
fication as set forth above. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


May 14, 1990 


{1115 O.G. 17} 
(19) Federal Government Holidays, 1996 
Monday, January | New Year’s Day 
Monday, January 15 Martin Luther King, Jr.’s Birthday 
Monday, February 19 Presidents’ Day 
Monday, May 27 Memorial Day 
Thursday, July 4 Independence Day 
Monday, September 2 Labor Day 
Monday, October 14 


Monday, November | | 


Columbus Day 
Veterans’ Day 
Thursday, November 28 Thanksgiving Day 
Wednesday, December 25 
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Christmas Day 
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(20) Closing of Patent and Trademark Office 


on Monday, Jan. 26, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on 
Jan. 26, 1987, the Patent and Trademark Office will consider 
Jan. 26, 1987, a “federal holiday within the District of 
Columbia” under 35 U.S.C. § 21. Any action or fee due that 
day will be considered as timely for the purpose of, e.g., 35 
U.S.C. §§ 119, 133 and 151, if the action is taken, or fee paid, 
on Jan. 27, 1987. 


DONALD W. PETERSON 
Acting Assistant Secretary 
and Commissioner of Patents 
and Trademarks 


Jan. 28, 1987 


[1075 OG 29] 


(21) Closing of Patent and Trademark Office 


on Monday, Feb. 23, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on 
Feb. 23, 1987, the Patent and Trademark Office will consider 
Feb. 23, 1987, a “federal holiday within the District of 
Columbia” under 35 U.S.C. 21. Any action or fee due that day 
will be considered as timely for the purposes of, e.g., 35 U.S.C. 
119, 133 and 151, if the action is taken, or fee paid, on Feb. 
24, 1987. 
Feb. 27, 1987 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks 

[1098 OG 548] 


(22) 


Closing of the Patent and Trademark Office 
on Friday, Jan. 20, 1989 


In view of the fact that Federal and District of Columbia 
government offices in Washington, D.C. metropolitan area, 
including the Patent and Trademark Office were officially 
closed on Jan. 20, 1989, the Patent and Trademark Office 
will consider Jan. 20, 1989, a “holiday within the District of 
Columbia” under 35 U.S.C. 21. Any action or fee due that day 
will be considered as timely for the purposes of e.g. 35 U.S.C. 
§§ 119, 133 and 151, if the action is taken, or fee paid, on Jan. 
23, 1989. Papers deposited in U.S. Department of Commerce 
District Offices on Jan. 20, 1989, will similarly be considered 
timely for the purposes of 35 U.S.C. §§ 119, 133 and 151. 
Jan. 6, 1989 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


[1098 OG 548] 


(23) Closing of Patent and Trademark Office 
on Thursday, January 20, 1994 


and Friday, February 11, 1994 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on 
January 20, 1994 and February 11, 1994, the Patent and Trade- 
mark Office will consider each of those days a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21. Any 
action or fee due on either of those days will be considered as 
timely for the purpose of, e.g., 35 U.S.C. §§ 119, 133 and 151, 
if the action is taken, or fee paid, on the next succeeding 
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business day on which the Patent and Trademark Office was 
open (i.e., Friday, January 21, 1994, and Monday, February 
14, 1994, respectively). 
March 10, 1994 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1161 OG 12] 


(24) Closing of the Patent and Trademark Office 
on Monday, January 8, 1996 through 


Wednesday, January 10, 1996 


In view of the official closing of the Federal government 
offices in the Washington, D.C. metropolitan area, including 
the Patent and Trademark Office, on Monday, January 8, 1996 
through Wednesday, January 10, 1996, the Patent and Trade- 
mark Office will consider each of those days, a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21 and 37 
C.F.R. §§ 1.6, 1.7 and 1.10. Any action or fee due on any of 
those days will be considered as being timely filed if the action 
is taken, or the fee paid, on the next succeeding business day 
on which the Patent and Trademark Office was open, that is, 
Thursday, January 11, 1996. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


January 24, 1996 


[1183 OG 59} 


(25) Closing of the Patent and Trademark Office 


on Friday, January 12, 1996 


In view of the official closing of the Federal government 
offices in the Washington, D.C. metropolitan area, including 
the Patent and Trademark Office, on Friday, January 12, 1996, 
the Patent and Trademark Office will consider January 12, 
1996, a “federal holiday within the District of Columbia” under 
35 U.S.C. § 21 and 37 C.F.R. §§ 1.6, 1.7 and 1.10. Any action 
or fee due on that day will be considered as being timely filed 
if the action is taken, or the fee paid, on the next succeeding 
business day on which the Patent and Trademark Office was 
open, that is, Tuesday, January 16, 1996 (Monday, January 
15, 1996, was a federal holiday, Martin Luther King, Jr’s. 
Birthday). 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


January 24, 1996 


[1183 OG 60] 


(26) Filing of Papers During Unscheduled Closings 
of the Patent and Trademark Office 


When the Patent and Trademark Office is officially closed by 
Executive Order of the President or by the Office of Personnel 
Management for an entire day because of some unscheduled 
event, such as adverse weather conditions, the Patent and Trade- 
mark Office will consider that day as a “federal holiday within 
the District of Columbia” under 35 U.S.C. § 21. Any action 
or fee due that day will be considered as timely for the purposes 
of, e.g., 35 U.S.C. §§ 119, 133 and 151, if the action is taken, 
or fee paid, on the next succeeding business day on which the 
Patent and Trademark Office is open. 

When the Patent and Trademark Office is open for business 
during any part of a business day between 8:30 a.m. and 5:00 
p.m., papers are due on that day even though the Office may 
be officially closed for some period of time during the business 
day because of an unscheduled event. The procedures of 37 
CFR 1.8 or 1.10 may be used, as appropriate, for the filing of 
papers. On any day the Office is open for at least part of the 
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day, papers may also be deposited up to midnight in any boxes 
which are provided by the Patent and Trademark Office under 
37 CFR 1.6(c). 


Information regarding whether or not the Office is officially 
closed on any particular day may be obtained by calling (703)- 
557-INFO. 
Nov. 18, 1988 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


[1097 OG 53] 


(27) Iraqi Sanctions Regulations 

On January 18, 1991, the Department of the Treasury, Office 
of Foreign Assets Control (OFAC), published the Iraqi Sanc- 
tions Regulations (Regulations) (31 CFR Part 575). 56 Fed. 
Reg. 2112. The regulations implement Executive Orders 12722 
(August 2, 1990) and 12724 (August 9, 1990) relating to certain 
property and transactions in which the Government of Iraq and 
persons in Iraq may have an interest. 

It appears that the provisions of the Executive Orders and 
Regulations prohibit transactions relating to the filing or prose- 
cution of applications for patents or for registration of trade- 
marks, where an Iraqi interest is involved. The prohibited 
transactions, however, may be authorized by a specific license 
issued pursuant to the proceedures described in Section 575.801 
of Subpart H of the Regulations. 

This notice is intended to alert practitioners and applicants 
to the prohibitions which may apply to matters before the Patent 
and Trademark Office, (PTO) if Iraqi interests are involved. 
This notice is further intended to advise that where such interests 
or potential interests come to the attention of the PTO, an 
appropriate specific license from OFAC may be required. 


Jan. 29, 1991 HARRY F. MANBECK, Jr. 
Commissioner of Patents 
and Trademarks 


{1123 OG 37] 


United States Postal Service Interruption and 
Emergency in South Florida 


(28) 


The United States Postal Service (USPS) has informed the 
Patent and Trademark Office (PTO) that an interruption in its 
service in South Florida was caused by Hurricane Andrew. 
Normal postal delivery and collection operations of the USPS 
were impacted by Hurricane Andrew throughout South Florida 
to varying degrees from Aug. 23, 1992, through Sept. 12, 1992. 
By Sept. 12, 1992, the USPS restored delivery and collection 
operations to all of South Florida with the exception of Home- 
stead. 

The PTO is designating the interruption in the service of the 
USPS in South Florida and the overall destruction caused by 
Hurricane Andrew as a postal service interruption and an emer- 
gency within the meaning of 35 U.S.C. 21(a). Any request to 
accept a paper or fee delayed by the Hurricane Andrew emer- 
gency should be directed to Jeffrey V. Nase, Director, Office 
of Petitions, (703) 305-9285, PK2-913, for patent-related mat- 
ters and to Lynne G. Beresford, Trademark Legal Adminis- 
trator, (703) 305-9464, Pk2-910, for trademark-related matters. 


Oct. 7, 1992 DOUGLAS B. COMER 
Acting Assistant Secretary and Acting 
Commissioner of Patents and Trademarks 


[1144 OG 8] 
(29) UNITED STATES POSTAL SERVICE 
INTERRUPTION and EMERGENCY IN LOS ANGELES 


The January 17, 1994, Los Angeles earthquake has caused 
a service interruption in United States Postal Service (USPS) 
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in the greater Los Angeles area. Normal postal delivery and 
collection operations of the USPS were impacted by the earth- 
quake throughout the greater Los Angeles area to varying 
degrees from January 17, 1994, through January 21, 1994. 


The Patent and Trademark Office (PTO) is designating the 
interruption in the service of the USPS in the greater Los 
Angeles area and the overall destruction caused by the earth- 
quake as a postal service interruption and an emergency within 
the meaning of 35 U.S.C. 21(a). Any request to accept a paper 
or fee delayed by this emergency should be directed to Jeffrey 
V. Nase, Director, Office of Petitions, (703) 305-9285, PK3- 
704, for patent-related matters, and to Lynne G. Beresford, 
Trademark Legal Administrator, (703) 305-9464, PK2-910, for 
trademark-related matters. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


February 9, 1994 


[1160 OG 39] 


(30) United States Postal Service Emergency 


in the State of California Terminated 


The service interruption in United States Postal Service 
(USPS) in the State of California that occurred on June 29, 
1995, due to the action of the UNABOM bomber, caused 
the USPS to maintain heightened security procedures for mail 
originating in the State of California. Currently there are no 
extraordinary restrictions being placed on Express Mail origi- 
nating in the State of California. Therefore, the Patent and 
Trademark Office (PTO) is terminating the postal service inter- 
ruption and emergency declared in the Official Gazette Notice 
entitled “United States Postal Service Interruption and Emer- 
gency in the State of California”, 1176 Off. Gaz. Pat. Office 
74 (July 18, 1995). Any questions regarding this Notice should 
be directed to Jeffrey V. Nase, Patent Legal Administrator, 
(703) 305-9285, PK1-520, for patent-related matters, and to 
Lynne G. Beresford, Trademark Legal Administrator, (703) 
308-8900, 10B10 ST, for trademark-related matters. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


June 4, 1996 


{1188 OG 15] 


(31) United States Postal Service Non-Delivery of Mail 


This notice is to advise the public of a mail disruption which 
occurred for correspondence mailed in late July 1996, directed 
to the Patent and Trademark Office (PTO) Zip Code 20231. 
As a result of a United States Postal Service (USPS) error, 
some mail directed to Zip Code 20231 was returned to the 
sender as “undeliverable.” The USPS has now corrected the 
problem and mail directed to Zip Code 20231 is presently being 
delivered as usual. This disruption did not affect mail addressed 
to the Assistant Commissioner for Trademarks, 2900 Crystal 
Drive, Arlington, VA 22202-3513. 

The PTO has been advised by the USPS that any mail 
returned as a result of this particular USPS error will be accepted 
by the USPS if resubmitted at a service window in the same 
envelope. No additional postage will be required. It is suggested 
that the USPS employee at the service window be consulted 
about crossing out any “undeliverable” notation on the enve- 
lope. Any problems associated with the resubmission should 
be immediately called to the attention of the USPS, particularly, 
Ms. Cynthia McMullen at (202) 636-1278/1279 or by way of 
the Internet at cmcmull2@email.usps.gov. 


1. Papers Filed Pursuant To 37 CFR 1.8 


Any correspondence mailed by first class mail with a certifi- 
cate of mailing thereon in compliance with 37 CFR 1.8 which 
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was returned to the sender as a result of this particular USPS 
error and which is either resubmitted to the USPS for delivery 
or delivered to the PTO by private courier will be stamped 
by the PTO with the actual date of receipt in the PTO. The 
correspondence will, however, be accorded the benefit of any 
certificate of mailing under 37 CFR 1.8. 


2. Papers Filed Pursuant To 37 CFR 1.10 


Any correspondence mailed by “Express Mail” with the 
“Express Mail” label number placed thereon in accordance with 
37 CFR 1.10 which was returned to the sender as a result of 
this particular USPS error and which is either resubmitted to 
the USPS for delivery or delivered to the PTO by private courier 
will be stamped with the original date of deposit as “Express 
Mail” with the USPS or the next business day, if the date of 
deposit is a Saturday, Sunday, or Federal holiday within the 
District of Columbia. 37 CFR 1.6(a)(2). The correspondence 
must be received by the PTO in the original “Express Mail” 
envelope or be accompanied by either the original “Express 
Mail” label or a legible copy thereof. 


3. Paper Not Filed Pursuant To 37 CFR 1.8 or 1.10 


Section 21(a) of title 3:5, United States Code, provides that 
[t]he Commissioner may by rule prescribe that any paper or 
fee required to be filed in the Patent and Trademark Office 
will be considered filed in the Office on the date on which it 
was deposited with the United States Postal Service...” 

Therefore, in order to minimize the impact of this particular 
USPS error, any correspondence deposited with the USPS 
which was returned as a result of the error and which was 
originally mailed by first class mail without a certificate of 
mailing under . . . 37 CFR 1.8 or by “Express Mail” without 
the “Express Mail” label number placed on the correspondence 
will be stamped by the PTO with the original postmark date, 
rather than the date of receipt in the PTO, or the next business 
day, if the original postmark date is a Saturday, Sunday, or 
Federal holiday within the District of Columbia. 

In order to take advantage of this temporary practice, any 
patent or trademark correspondence affected by this disruption 
must be promptly resubmitted to the PTO in a new envelope 
addressed to the 


Assistant Commissioner for Patents 
Box Postal Disruption 
Washington, DC 20231 


Such correspondence must be accompanied by the original 
mailing envelope or a copy thereof showing the original post- 
mark date and by a certificate demonstrating the original 
mailing date. Applicant should retain a copy of the original 
mailing envelope in his or her file in case a question is later 
raised concerning the original date of mailing. 


A suggested certificate is as follows: 


The undersigned certifies that the attached correspondence 
was deposited as first class mail/“Express Mail” with the 
U.S. Postal Service with sufficient postage addressed to 
the PTO at Washington, DC 20231 on __________ and 
was returned as a result of a Postal Service error. 


requested that the filing date 


Accordingly, it is 
of _____ be accorded the correspondence. 


(Printed Name) 


(Signed) 


(Date) 


Papers which were returned to the sender and forwarded to 
the PTO prior to this notice or papers promptly returned to the 
PTO in the original envelope after this notice will be given 
the postmark date to the extent possible. 





JANUARY 7, 1997 


Any review of these matters would be by way of petition 
(no petition fee required) providing whatever arguments and 
evidence petitioner has that the application/correspondence is 
entitled to a different filing date. 

Questions concerning this notice should be directed to John 
F. Gonzales, Senior Legal Advisor, (703) 305-9285. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commmsioner of Patents and Trademarks 


August 9, 1996 


[1189 OG 92] 


(32) Rules Concerning Conduct on Patent 


and Trademark Premises 
1. Applicability 


These rules apply to all premises under the charge and control 
of the U.S. Patent and Trademark Office (PTO) through the 
General Services Administration and to all persons entering 
such premises. 


2. Admission to Property 


Patent and Trademark Office facilities are closed to the public 
outside of normal working hours. During normal working hours, 
a valid User Pass is required to enter PTO premises. 


The individual’s User Pass must be displayed at all times 
while on PTO premises. 


3. Preservation of Property/Conduct on PTO Premises 
The following activities are prohibited on PTO premises: 


a. Improperly disposing of rubbish; willfully destroying or 
damaging property; theft of property; creating a hazard to per- 
sons or things; and placing Government documents or materials 
in storage lockers. 

b. The willfull and unlawfull concealment, removal, mutila- 
tion, obliteration or destruction, or attempts to do so, or, with 
intent to do so, or taking and carrying away of any record, 
book, paper, document, or other things from the facilities shall 
result in a fine of not more than $2,000 or imprisonment of 
not more than 3 years, or both. See 18 U.S.C. § 2071. 

c. Removal of papers, materials, or other Government prop- 
erty from designated areas. Within a designated area, papers 
or other Government property must be returned to its proper 
location after use, unless otherwise posted. 

d. Using PTO premises and facilities as a place of business. 
It is prohibited to reserve work areas, use PTO as a mailing 
address, use PTO stationery, or a PTO telephone number as a 
personal telephone number. 


4. Inspection 


Packages, briefcases, storage lockers and other containers in 
the possession of visitors, employees, or other persons arriving 
at, working at, visiting, or departing from the PTO are subject 
to inspection. See 41 CFR § 101-20.301. 


5. Disturbances 


Disorderly conduct or other conduct which creates a loud 
or unusual noise or a nuisance which impedes or disrupts the 
performance of official duties by Government employees or 
which prevents the public from obtaining the administrative 
services provided on the property in a timely manner is prohib- 
ited. See 41 CFR § 101-20.305. 


6. Conformity with signs and directions 


Persons on the PTO premises shall at all times comply with 
the officical signs of a prohibitory, regulatory or directory 
nature and with the lawful direction of PTO employees. 
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No rude or abusive conduct to PTO employees and fellow 
users. 


No food or beverages are permitted. 
No smoking except in designated areas. 


No mechanical or electronic equipment such as radios, televi- 
sions, typewriters, computers, or photographic equipment may 
be used without prior permission from the Assistant Commis- 
sioner for Administration. 


No use of PTO telephone and office equipment, except as 
specifically designated for public use. 


7. Penalties and other laws. 


Nothing in these rules shall be construed to abrogate any 
other Federal laws or regulations or any State and local laws 
and regulations applicable to any area in which property under 
the charge and control of the PTO through the U.S. General 
Services Administration is situated. See 40 U.S.C. §§ 318(c) 
and 486(c). 

41 CFR § 101-20.315 provides that whoever is found guilty 
of violating the rules of conduct on Federal property contained 
in 41 CFR § 101-20.3 while on any property under the charge 
and control of the U.S. General Services Administration is 
subject to a fine of not more than $50, imprisonment of not 
more than 30 days, or both. See 40 U.S.C. § 318c. 


Failure to follow these rules may result in immediate 
removal from the premises, suspension of user privileges, 
and/or enforcement of any criminal sanctions that may 


apply. 

Aug. 30, 1991 THERSA A. BRELSFORD 

Assistant Commissioner for 
Administration 


(1131 OG 7] 


(33) Filing of a Notice of Appeal to the Court of 
Appeals for the Federal Circuit in the Patent 


And Trademark Office 


This notice supersedes a notice entitled Filing of a Notice 
of Appeal to the Federal Circuit and Service of Court Papers 
on the Commissioner of Patents and Trademarks published at 
1079 Off. Gaz. Office 72 (June 30, 1987). 

A notice of appeal to the Court of Appeals for the Federal 
Circuit may be filed in the Patent and Trademark Office in 
any one of the following ways: 


A. By first-class mail addressed as follows, in which case the 
notice of appeal must actually reach the Patent and Trademark 
Office by the due date: 

Box 8 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

Attention: Office of the Solicitor 


B. By “Express Mail” (U.S. Postal Service only) under 37 
CFR § 1.10 addressed as follows, in which case the notice 
of appeal is deemed filed on the date of the Express Mail 
certificate: 

Box 8 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

Attention: Office of the Solicitor 


C. By hand (on or before the due date) to the Office of the 
Solicitor. The Office of the Solicitor is located at: 

Crystal Park I 

Suite 918 

2121 Crystal Drive 

Arlington, Va. 
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D. By facsimile transmission to the Office of the Solicitor. 
The telephone number for accessing the Office of the Solicitor 
facsimile machine is (703) 557-9373. A notice of appeal will 
be deemed timely filed on the date the facsimile transmission 
is received by the Office of the Solicitor, provided an original 
notice of appeal is subsequently received in either of the fol- 
lowing ways: 


(1) An original, signed copy of the notice of appeal is actually 
received in the Office of the Solicitor within five calendar days 
of the facsimile transmission; or, 

(2) An original, signed copy of the notice of appeal is mailed 
by “Express Mail” (U.S. Postal Service only) under 37 CFR 
§ 1.10 on the day of the facsimile transmission. 


The facsimile machine for receiving a notice of appeal is 
located in the Office of the Solicitor and is staffed during the 
business hours of 8:30 a.m. to 5:00 p.m., Monday through 
Friday, excluding holidays. Due to possible equipment failure 
or maintenance requirements, precautions must be taken when 
relying on the availability of this service near the end of the 
time for filing a notice of appeal. 


FRED E. McKELVEY 
Solicitor 


Mar. 22, 1990 
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(34) Service of Court Papers on the Commissioner 


of Patents and Trademarks 


Court papers other than a notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit may be served on the Com- 
missioner in either of the following ways: 


A. By hand between 8:30 a.m. and 5:00 p.m. at the Office 
of the Solicitor, located in Crystal Park II, Suite 918, 2121 
Crystal Drive, Arlington, Va. 


B. By mail in an envelope addressed as follows: 
Office of the Solicitor 

P.O. Box 15667 

Arlington, Va. 22215 


While the above mail service address may be supplemented 
to include the name of the particular attorney assigned to the 
court case, it must not be supplemented to refer to either the 
Commissioner of Patents and Trademarks or the U.S. Patent 
and Trademark Office (PTO). 

Court papers mailed to an address other than the above mail 
service address and court papers delivered by hand are deemed 
to have been served on the Commissioner when actually 
received in the Office of the Solicitor. 

Papers which are not court papers and are intended to be 
filed in the PTO in connection with an application or other 
proceeding pending in the Office shall not be mailed to the 
Solicitor’s mail service address. Any such papers which are 
mailed to the Solicitor’s mail service address will not be consid- 
ered to have been filed in the PTO. Instead, all such papers 
will be returned. No exceptions will be made to this policy. 


FRED E. McKELVEY 
Solicitor 


Mar. 22, 1990 
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Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice regarding assignments in patent 
and trademark cases to improve and clarify the rules, to codify 
changes in practice and to consolidate the rules. The Office 
has combined the assignment rules currently in Parts 1 and 2 
into a new Part 3 directed to assignments. 

Effective Date: Sept. 4, 1992. These rules will be applicable 
to all documents filed with the Office on or after the effective 
date. 

For Further Information Contact: Trademark related matters: 
Lynne Beresford by telephone at (703) 305-9464 or by mail 
marked to her attention addressed to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 

Patent related matters: Jeffrey V. Nase by telephone at (703) 
305-9282 or by mail marked to his attention and addressed to 
Commissioner of Patents and Trademarks, Box DAC, Wash- 
ington, D.C. 20231. 

Supplementary Information: \n a Notice of Proposed Rulem- 
aking published in the Federal Register on May 10, 1991 at 
56 FR 21641 and in the Patent and Trademark Office “Official 
Gazette” of June 4, 1991 at 1127 O.G. 8-16, the Office proposed 
to amend the rules of practice in patent and trademark cases 
to revise, simplify, remove, or clarify existing assignment rules 
or to codify certain practices currently in effect. Changes were 
proposed for rules relating to the documents that will be 
recorded, to the requirements for recording a document, to the 
effect of recording, to new cover sheet requirements, to the 
appointment of domestic representatives; and to prosecution 
by assignees and issuance to assignees. While the existing rules 
do not require a cover sheet to accompany each document 
submitted for recording, typically a cover letter is submitted 
to ensure proper processing of the document. 

The Office has encouraged the public to use a cover letter 
containing specific information concerning the document being 
submitted with each document submitted for recording. See 
“Helpful Hints”, 1114 Official Gazette 77 (May 29, 1990). The 
public has adopted the suggested procedure to such an extent 
that most documents now submitted for recordation are accom- 
panied by a cover letter which contains the suggested data. 
Documents submitted with these cover letters have enabled the 
Office to greatly improve the quality and efficiency of the 
recording process. To better ensure that the correct data is 
captured in recordation and recorded promptly, the Office is 
making a cover sheet mandatory. The cover sheet will contain 
all the information necessary for the Assignment Branch to 
properly and promptly process the document. 

Written comments were submitted by 12 firms, 2 individuals, 
4 corporationsand | organization. No one testified at the oral 
hearing held on July 17, 1991. 

The following includes a brief discussion of the rules being 

changed and the reasons for those changes, a detailed section- 
by-section analysis of the final rules, and an analysis of the 
comments received in response to the notice of proposed rulem- 
aking. 
Specific Rules to be Deleted or Added: The existing rules of 
practice in Parts | and 2 of Title 37 of the Code of Federal 
Regulations which are deleted are §§ 1.32, 1.331, 1.332, 1.333, 
1.334, 2.185, 2.186 and 2.187. These rules are deleted in their 
entirety and rewritten and renumbered under a new Part 3. 
Table | is provided to assist readers in correlating previous 
rules with the new rules. 


TABLE 1 


New Section 
3.71 & 3.73 
345 
3.26 
3.21 


Old Section 
1.32 
1.331(a) 
1.331(b) 
1.331(c) 
1.332 
1.333 
1.334 
2.185(a) 
2.185(a)(1) 
2.185(a)(2) 
2.185(a)(3) 
2.185(a)(4) 
2.185(b) 
2.185(C) 
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Old Section 
2.186 
2.187 


New Section 
3.71 & 3.73 
3.85 


Consideration was given to moving § 1.12 (Assignment 

records open to public inspection.) to Part 3. However, since 
this section primarily relates to records maintained by the Office 
and procedures for accessing those records, and no comments 
were received regarding the placement of § 1.12, this section 
remains under the general heading “Records and Files” of the 
Patent and Trademark Office. 
Discussion of Specific Rules to be Changed or Added: Section 
1.12(a) is revised to reflect the fact that all assignment records 
related to pre-1955 trademark records and pre-1957 patent 
records were transferred to the National Archives and Records 
Administration (NARA) during 1990. All assignments recorded 
on or after January 1, 1955, for trademarks and May 1, 1957, 
for patents continue to be maintained by the Office. The pre- 
1955/1957 records have been transferred to NARA to allow 
for greater accessibility to the public, improvement of file 
integrity for the older records, and preservation of these mate- 
rials. The pre-1955/1957 assignment cards, digest books, and 
libers were stored in four locations: the Assignment Search 
Room (ASR) at the Office, the Federal Records Center in 
Suitland, Maryland, the National Archives in downtown Wash- 
ington, D.C., and the National Archives location in Alexandria, 
Virginia. Storage of information in these various locations made 
searching of old assignment records difficult. The materials 
located at the Federal Records Center could be ordered from 
the ASR. However, many times it took months to receive the 
materials. 

All assignment records from 1837 to December 31, 1954, 
for trademarks and from 1837 to April 30, 1957, for patents 
are now maintained and are open for public inspection in the 
National Archives Research Room located at the Washington 
National Records Center Building, 4205 Suitland Road, Suit- 
land, Maryland 20746. Assignments recorded before 1837 are- 
maintained at the National Archives and _ Records 
Administration, 841 South Pickett Street, Alexandria, Virginia 
22304. 

All requests for abstracts of title continue to be provided by 
the Office upon request and payment of fees set forth in §§ 
1.19 and 2.6. Requests for copies and certified copies of the pre- 
1955 records for trademarks and pre-1957 records for patents 
should be directed to NARA since those records are not main- 
tained by the Office. Since these records are maintained by 
NARA, it is more expeditious to request copies directly from 
NARA, rather than the Office, which would then have to route 
the requests to NARA. Payment of the fees required by NARA 
should accompany all requests for copies. 

Another change makes clear that separate assignment records 
are kept for patents and trademarks, and that an extra charge 
will be imposed by the Office on requests for copies of recorded 
assignments if the correct reel and frame number are not identi- 
fied. 

Sections 1.17 and 1.46 are amended to make reference to § 
3.81, which replaces § 1.334, and delete reference to § 1.334. 
The amount of the fee for recording a document is not affected 
by this rule change. 

Section 1.104(e) is amended to make reference to Part 3, 
which replaces § 1.331, and delete reference to § 1.331. 

Section 3.1 is added to set out definitions of terms used in 
Part 3. Terms which are defined include “application,” “assign- 
ment,” “document,” “Office” (meaning Patent and Trademark 
Office), “recorded document,” and “registration.” Definitions 
are provided to make clear the intended meanings of the terms 
used in Part 3. These definitions are intended to be applicable 
only to Part 3. For example, the term “application” is defined, 
for the purpose of Part 3, to mean a national application for 
patent, an international application for patent that designates 
the United States of America, or an application to register a 
trademark, unless otherwise indicated. 

Section 3.11 replaces and modifies the practice set forth in§ 
1.331(a) and 2.185(a), which specify the documents the Office 
will record. This section specifies that assignments of patents 
and registrations will be recorded, as well as other documents 
which affect title to applications, registrations and patents. Sec- 
tion 3.11 requires that a completed cover sheet as specified in 
§§ 3.28 and 3.31 be submitted with the document to be recorded. 
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Section 3.16 is added to incorporate the limitation set out 
in 15 U.S.C. § 1060 proscribing the assignment of an intent- 
to-use trademark application prior to the filing of a statement 
of use, except as a part of the sale of an on-going business. 
Because the rules in Part 3 are intended to address all rules 
relating to assignments, it is appropriate to refer to the statutory 
requirements of an assignment of an intent-to-use trademark 
application. 

Section 3.21 replaces and modifies the practice of § 1.331(c). 
Section 3.21 sets forth requirements for the identification of 
patents or patent applications in documents submitted for 
recording. An assignment relating to a patent must identify the 
patent by number. The name of the inventor, the issue date, 
and title of the invention as stated in the patent may also be 
given in the assignment to provide additional information on 
the patent being assigned. An assignment relating to a national 
patent application must identify the national patent application 
by application number (consisting of the series code and the 
serial number, e.g., 07/123,456) or serial number and filing 
date. An assignment relating to an international patent applica- 
tion which designates the United States of America must iden- 
tify the international application number (e.g., PCT/US90/ 
01234). The name of the inventor, date of filing, and title of 
the invention as stated in the patent application may also be 
given in the assignment. If an assignment is executed concur- 
rently with, or subsequent to, the execution of the patent applica- 
tion, but before the patent application is filed, it must identify 
the patent application by its date of execution, name of each 
inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. Assignments 
submitted for recording that do not identify the patent or patent 
application as required by this section will not be recorded, but 
will be returned to the correspondence address that is required to 
be provided on the cover sheet by § 3.31(e). 

Section 3.24 is added to set out formal document require- 
ments to facilitate and expedite the recording process. This 
section requires that documents, either the original or a true 
copy of the original, submitted for recording be legible, using 
only one side of each page. The paper used should be flexible, 
white, durable, and preferably no larger than 21.6 x 33.1 cm. 
(8 x 14 inches), with a 2.5 cm. (one-inch) margin on all sides. 
Documents submitted in this form are camera-ready and can be 
recorded expeditiously with little additional handling required. 
Documents that fail to meet the legibility and single-sided paper 
requirements of this section will be returned as set forth in 
KE} 

Section 3.26 replaces and modifies the practice of §§ 1.331(b) 
and 2.185(a)(2). Section 3.26 provides that the Office will 
accept and record non-English documents provided they are 
accompanied by a verified English translation signed by the 
translator. Documents submitted that fail to meet the require- 
ments of this section will be returned as set forth in § 3.51. 

Section 3.27 is added to set out how documents submitted 
for recording should be addressed to the Office. To ensure 
prompt and proper processing, documents and their cover sheets 
should be addressed to the Commissioner of Patents and Trade- 
marks, Box Assignments, Washington, D.C. 20231, unless they 
are filed together with new applications or with a petition under 
§ 3.81(b). Petitions under § 3.81(b) should be addressed to the 
Commissioner of Patents and Trademarks, Box DAC, Wash- 
ington, D.C. 20231. New applications and other petitions should 
be addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Section 3.28 is added to set out the requirement that all 
documents submitted to the Office for recording be accompa- 
nied by at least one coversheet referring either to the patent 
applications and patents or to the trademark applications and 
registrations against which the document is to be recorded. 
Only one set of documents and cover sheets to be recorded 
should be filed. If a document to be recorded includes interests 
in, or transactions involving, both patents and trademarks, sepa- 
rate patent and trademark coversheets must be submitted. If a 
document to be recorded is not accompanied by a completed 
cover sheet, the document and any incomplete cover sheet will 
bereturned to the correspondence address for proper completion 
of the cover sheet and resubmission of the cover sheet and 
document. While the previous rules did not require a cover 
sheet to accompany each document submitted for recording, 
typically a cover letter is submitted to ensure proper processing 
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of the document. The Office is making a cover sheet mandatory 
in order to betterensure prompt and proper processing of all 
documents submitted for recording. The cover sheet contains 
all the information necessary for the Office toprocess the docu- 
ment. 

Section 3.31 is added to set out the formal requirements 
of the cover sheet. Section 3.31 requires that each patent or 
trademark cover sheet must contain (1) the name of the party 
conveying the interest; (2) the name and address of the party 
receiving the interest; (3) a brief description of the interest 
conveyed or transaction to be recorded (e.g., assignment, 
license, change of name, merger, security agreement, etc.); (4) 
each application number, patent number or registration number 
against which the document is to be recorded, or an indication 
that the document is filed together with a patent application; 
(5) the name and address of the party to whom correspondence 
concerning the document to be recorded should be mailed; (6) 
the number of applications, patents or registrations identified 
in the cover sheet and the total fee; (7) the date the document 
was executed; (8) an indication that the assignee of a trademark 
application or registration who is not domiciled in the United 
States has designated a domestic representative; (9) a statement 
by the party submitting the document that to the best of the 
person’s knowledge and belief, the information contained on 
the cover sheet is true and correct, and (10) the signature of 
the party submitting the document. The term “party” as used 
in this rule means the person whose name appears on the 
documents to be recorded, that person’s attorney or registered 
agent, or a corporate officer where a corporation’s name appears 
on the document. Sample cover sheets for patent documents 
and for trademark documents are shown in Appendices A and 
B. 

Section 3.34 is added to set out the procedure to correct 
obvious errors in a recorded cover sheet. This section requires 
that if a recorded cover sheet contains an error that is apparent 
when the cover sheet is compared with the recorded document, 
the error will be corrected only if a corrected cover sheet 
is filed for recordation. The corrected cover sheet must be 
accompanied by the originally-recorded document or a copy 
of the originally-recorded document and by a new assignment 
recording fee in the appropriate amount. 

Section 3.41 replaces and consolidates practice under §§ 
1.331(a) and 2.185(a)(3) regarding recording fees. Section 3.41 
requires that all requests to record documents be accompanied 
by the appropriate fee. A fee is charged for each application, 
patent and registration identified in the cover sheet. The 
recording fee for patents and patent applications is specified 
in § 1.21(h). The recording fee for trademark registrations and 
applications is specified in § 2.6(q). 

Section 3.51 replaces and modifies the practice of §§ 1.332 
and 2.185(c). Section 3.51 sets the date of recording of a 
document as the date the document meeting the requirements 
for recording set forth in this Part is filed in the Office. A 
document which does not comply with the identification 
requirements of § 3.21 will not be recorded. For documents 
not accepted for recording, parties can petition under 37 CFR 
§§ 1.181 and 2.146(a). Other documents not meeting the 
requirements for recording, for example, a document submitted 
without a completed cover sheet, without the required fee, or 
without any required translation, will be returned for correction 
to the sender when a return address is available. The returned 
papers, stamped with the official date of receipt in the Office, 
will be accompanied by a letter indicating that if the returned 
papers are corrected and resubmitted to the Office within time 
specified in the letter, the Office will consider the original date 
of filing of the papers as the date of recording of the papers. 
Submitters can use the certificate procedure under either § 1.8 
or § 1.10 for resubmissions of returned papers if they desire 
to have the benefit of the date of deposit in the United States 
Postal Service. If the returned papers are not corrected and 
resubmitted within the specified period, the date of filing of the 
corrected papers will be considered to be the date of recording of 
the papers. Extensions of time will not be available to extend 
the specified period to resubmit the returned papers. 

Section 3.54 is added to set out the effect of recording a 
document. This section states that the recording of a document 
is not a determination by the Office of the validity of the 
document or the effect that document has on the title to an 
application, a patent, or a registration. The Office will deter- 
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mine, when necessary, what effect a document has, including 
whether a party has the authority to take an action in a matter 
pending before the Office. Examples of when the Office will 
need to determine whether a party has the authority to take 
an action in a matter pending before the Office include: (1) 
prosecution by the assignee as in § 3.71; (2) consent of an 
assignee to the filing of a reissue application as provided in § 
1.172; and (3) execution of a disclaimer under § 1.321 by an 
assignee. 

Section 3.56 replaces and modifies the practice of § 1.333. 
Section 3.56 provides that an assignment, which at the time of 
its execution is conditional on a given act or event, will be 
treated by the Office as an absolute assignment. This section 
serves as notification as to how a conditional assignment will 
be treated by the Office in any proceeding requiring a determi- 
nation of the owner of an application, patent or registration. 
Since the Office will not determine whether a condition has 
been fulfilled, the Office will treat the submission of such an 
assignment for recordation as signifying that the act or event 
has occurred. 

Section 3.61 replaces and modifies the practice of § 
2.185(a)(4). Section 3.61 sets forth that an assignee of a trade- 
mark application or registration not domiciled in the United 
States must designate a domestic representative in writing to 
the Office. Assignees of patent applications or patents may 
designate domestic representatives if the assignee is not residing 
in the United States. 35 U.S.C. § 293. The designation is 
required to state the name and address of a person residing 
within the United States on whom may be served process 
or notice of proceedings affecting the application, patent or 
registration or rights thereunder. 

Section 3.71 replaces and modifies the practice of §§ 1.32 
and 2.186. Section 3.71 sets forth that the assignee of record 
of the entire right, title and interest in an application for patent 
is entitled to conduct the prosecution of the patent application 
to the exclusion of the named inventor. Similarly, the assignee 
of an application for registration is entitled to conduct the prose- 
cution of the trademark application to the exclusion of the 
applicant. 

Section 3.73 is added to set out the procedure by which an 
assignee can establish the right to take action in an application, 
patent or registration. The inventor is presumed to be the orig- 
inal owner of a patent application and any patent that may 
issue therefrom, unless there is an assignment. The original 
applicant is presumed to be the original owner of a trademark 
application and any registration that may issue therefrom, unless 
there is an assignment. Any action before the Office with respect 
to an assigned patent application, patent, or reexamination may 
be taken by the assignee of the entire right, title, and interest, 
provided ownership is established to the satisfaction of the 
Commissioner. The assignee may establish ownership by sub- 
mitting to the Office documentary evidence of a chain of title 
from the original owner to the assignee or by specifying (e.g., 
reel and frame number, etc.) where such evidence is recorded 
in the Office. Additionally, when a patent assignee is not repre- 
sented by an attorney or registered agent, a statement signed 
by the assignee must also be submitted stating the evidence 
has been reviewed and certifying that, to the best of the party’s 
knowledge and belief, title is in the party seeking to take the 
action. Documents submitted to establish ownership may be 
required to be recorded in the Office as a condition to permitting 
the requesting party to take action in a matter pending before 
the Office. Any action before the Office with respect to an 
assigned trademark registration, application or post-registration 
matter, may be taken by the assignee provided ownership is 
established to the satisfaction of the Commissioner by recording 
an assignment to the assignee or by submitting other proof of 
the assignment. 

Section 3.81 replaces and modifies the practice of § 1.334. 
Section 3.81 sets forth the procedure for issuance of a patent 
to an assignee. If an assignment of the entire right, title, and 
interest is recorded before the issue fee is paid for a patent 
application, the patent may issue in the name of the assignee. 
If the assignee holds an undivided part interest, the patent may 
issue jointly to the inventor and the assignee. At the time the 
issue fee is paid, the name of the assignee must be provided 
if the patent is to issue solely or jointly to that assignee. If the 
assignment is submitted for recording after the date of payment 
of the issue fee, but prior to issuance of the patent, the assignee 
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may petition that the patent issue to the assignee. Any such 
petition must be accompanied by the fee set forth in § 1.17(i)(1). 
Section 3.85 replaces and modifies the practice of § 2.187. 
Section 3.85 sets forth the procedure for issuance of a registra- 
tion to an assignee. The certificate of registration may be issued 
to the assignee of the applicant, or in a new name of the 
applicant, provided that the party files a written request in the 
trademark application record by the time the application is 
being prepared for issuance of the certificate of registration, 
and an appropriate document is recorded in the Office. If the 
assignment or name change document has not been recorded 
in the Office, then the written request must state that the docu- 
ment has been filed for recordation. The address of the assignee 
must be made of record in the trademark application file. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 

In this discussion, “Patent and Trademark Office” is abbrevi- 
ated as “Office” or “PTO”. 

Comment: Two comments were received addressed to the 
overall rule package. One comment expressed concern over 
the potential confusion of instituting a new Part 3. It was 
suggested that Parts | and 2 be amended to contain the necessary 
changes. Another comment was concerned that the rules and 
specifically the new cover sheet requirement would impede 
promptness and accuracy of the recordation process. 

Response: The Office has determined that the new rules will 
result in greater efficiency and accuracy in the recordation 
process and improve the integrity of the records maintained by 
the PTO. Further, the PTO believes that a new Part 3, containing 
all rules relating to assignments, will be beneficial to the 
majority of patent and trademark system users. 

Comment: Section 3.1 was proposed to define “application” 
as an application for patent or an application to register a 
trademark. One comment questioned whether international 
applications filed under the Patent Cooperation Treaty were 
included in the definition of the word “application.” 

Two comments were received concerning the definition of 
“assignment.” As proposed, § 3.1 defines “assignment” of a 
trademark in terms of a “trademark application” or “registra- 
tion.” The comments suggested that because Section 10 of the 
Trademark Act, 15 U.S.C. § 1060, speaks in terms of a “regis- 
tered mark” or a “mark for which application to register has 
been filed,” which was reflected in previous trademark rule 
2.186, the different terminology may be construed to permit 
assignment of a trademark without assignment of the underlying 
goodwill. 

Response: The wording of § 3.1 has been changed to include 
both national applications for patent and international applica- 
tions that designate the United States in the term “application.” 

Also to avoid any potential confusion over the definition of 
a trademark assignment, the Office adopted the suggestion to 
reflect Section 10 of the Trademark Act and to refer to a 
“registered mark” or a “mark for which application to register 
has been filed” in its definition of assignment. 

Comment: As proposed, § 3.16 provides that an application 
to register a mark under 15 U.S.C. § 1051(b) cannot be assigned 
before a statement of use is filed except to a successor to 
an ongoing business of the original applicant. One comment 
suggested § 3.16 be further amended to correct a legislative 
oversight and permit assignment of the application after an 
amendment to allege use is filed. 

One other comment suggested the PTO define the statutory 
language “successor to the business of the applicant.” 

Response: As proposed, Rule 3.16 merely restates the statute. 
To permit the filing of an assignment to a successor to an on- 
going business before an amendment to allege use has been 
filed would make the rule inconsistent with the statute. 

As to the definition of “successor to the business of the 
applicant,” it has been determined that in the absence of any 
statutory definition, it is better left to case law to establish the 
meaning. A business, or portion thereof, can be transferred or 
assigned in a variety of ways, and the question of valid owner- 
ship might arise in a variety of circumstances. For the PTO to 
define what constitutes a successor may be duly restrictive. 
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Accordingly, the suggested modifications have not been 
adopted. 

Comment: Section 3.21, as proposed, provides that an assign- 
ment of a patent or patent application must be identified by 
number. One comment requested a further amendment to allow 
the filing of a patent assignment after filing an application for 
patent but before knowing the application number by allowing 
identification by the execution date, inventors and title of the 
invention instead of the application number. 

Another comment suggested that assignments relating to 
trademark applications and registrations should also be required 
to have the identifying serial and registration numbers within 
the body of the assignment document. 

One comment questioned whether the patent identification 
number was required in the document or whether the number 
could just appear on the cover sheet. 

Response: Providing the identifying number in the assign- 
ment document allows for greater efficiency and accuracy in 
recording assignments. However, unlike patents, trademarks 
can have an indefinite life. Assignments may be recorded years 
after an assignment has occurred to clear up the chain of title. 
It may not be possible to execute a new assignment to include 
identifying numbers in the document years later. Accordingly, 
it is preferable for the PTO to be more flexible in recording 
trademark assignments which may contain the identifying 
number in the cover sheet rather than in the document itself. 
Because of the nature of a patent, less flexibility is permitted. 
Patent rights, unlike trademark rights, do not exist apart from 
the issued patent. Accordingly, when an interest in a patent 
is transferred, the patent identifying number must be in the 
assignment document. This requirement only applies to assign- 
ments, not to documents other than assignments. 

The PTO makes every effort to provide applicants with the 
application numbers for newly-filed patent applications as soon 
as possible. It is suggested, however, that assignment docu- 
ments may be written to allow entry of the identifying number 
after the execution of the assignment. An example of acceptable 
wording is: “I hereby authorize and request my attorney, (Insert 
name), of (Insert address), to insert here in parentheses (Appli- 
cation number. filed) the filing date and application 
number of said application when known.” 

Accordingly, the suggested modifications have not been 
adopted. 

Comment: Section 3.24, as proposed, provides the formal 
requirements for the documents which are to be recorded and 
the cover sheet. Three comments stated that the one-side only 
requirement was unreasonable in light of PTO’s issuance of 
two-sided patent and trademark copies and of the practices of 
other governments and corporations over which the submitter 
would have no control. 

One comment requested clarification of “bond weight paper” 
and suggested the language used in the rules setting out drawing 
requirements be adopted. 

One comment stated that the document size requirements 
should only pertain to documents prepared and executed by 
parties who wish to convey title. 

Two comments questioned whether the PTO would permit 
the filing of copies or true copies in lieu of the original docu- 
ments for recording. 

Response: The formal requirements set out in § 3.24 are 
related to PTO’s ability to capture on film papers filed with 
the PTO. The requirements are not related to the other printing 
or photocopying services PTO provides. Micrographics repro- 
duction requires that only one side of each page be used for 
efficiency. If the original document is two-sided or the wrong 
size, the practitioner can comply with this requirement by pro- 
viding a true copy of the original document using only one 
side of each page on the correct size paper. The language in 
§ 3.24 has been changed to clarify that true copies or originals 
are acceptable. Further, the language describing the type of 
paper to be used has been changed to be consistent with the 
drawing requirement rules. 

Comment: Section 3.28, as proposed, provides that all 
requests to record a document must be accompanied by the 
document to be recorded and at least one cover sheet. One 
comment expressed confusion over whether the document must 
be accompanied by a cover letter as well as a request for 
recording. One comment stated the requirement for a cover 
sheet did not help the PTO with the documents which are filed 
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with applications and the commenter did not see the need 
for an additional paper included among the papers for a new 
application. 

Response: The first sentence has been rewritten to clarify 
that only the document and a cover sheet(s) must be submitted. 
A separate request for recording is not required or needed. 
Because the cover sheet provides all pertinent information in 
one place, it will greatly assist the processing of assignments 
by the PTO. For those applications which are filed with an 
assignment, the additional cover sheet required for the assign- 
ment aids the processing of the assignment. 

Comment: Numerous comments were received on the pro- 
posed cover sheet requirements of § 3.31. One comment ques- 
tions whether the form or the contents of the form are being 
required and cautioned that the cover sheet should not become 
a technical obstacle to recordation. 

Two comments claimed the cover sheet requirement would 
be burdensome and the documents recorded should speak for 
themselves. 

Two comments objected to the requirement for the character- 
ization of the interest being conveyed. One of the commentors 
indicated it was not the best evidence of what the interest is 
and may be misleading while the second comment or was 
concerned practitioners would be subject to malpractice claims 
and be made parties to litigation involving the transfer. 

One comment stated that requiring the assignee’s address 
was burdensome and excessive. Three comments questioned 
the lack of consistency between proposed subsections (a) and 
(b) of § 3.31 which requires only the name of the conveyor 
but both the name and address of the receiver. 

Two comments stated that the language of the rule was 
unclear as to whether the list of properties within the assignment 
document should be retyped on the cover sheet, which would 
be burdensome and fraught with potential errors. 

One comment was received suggesting that properties be 
identified with as much information as possible (i.e., serial 
number, patent number, filing date, inventors, etc.). 

Four comments stated that the requirement for an execution 
date of the document is excessive and burdensome. One of the 
comments stated that the execution date may not be as important 
as the effective date of the document. One suggested the effec- 
tive date would be more accurate and another suggested the 
document should speak for itself. One additional comment 
stated that a nunc pro tunc assignment of the substantive rights 
of an assignee or assignor may be unduly affected by the 
requirement for recitation of the execution date. 

Nine comments were received objecting to the language of 
the proposed verification. Some comments recommended that 
the verification statement be deleted. Other comments recom- 
mended that the verification statement be based on “information 
and belief.” The comments indicated (1) practitioners did not 
want to be held responsible for the information entered on the 
cover sheet, (2) there was no purpose served by signing the 
cover sheet because the documents should speak for themselves 
and (3) under 37 C.F.R. § 10.18, a registered practitioner’s 
signature indicates that the filing is correct. 

One comment suggested that proposed § 3.31(i) does not 
recognize the right of some non-lawyers to practice in trademark 
matters before the PTO. 

Additionally, many comments and suggestions were received 
on the layout of the sample cover sheets. 

Response: The proposed purpose of the cover sheet is to 
provide a synopsis of the vital information contained in a 
recorded document. The cover sheet form itself is not required, 
only the information outlined in § 3.31 is required. Use of the 
sample cover sheet formats appearing as Appendices A and B 
to the rule package is encouraged. The Office will make paper 
copies of the sample cover sheets available for customer use. 
Persons wishing to obtain paper copies of the sample cover 
sheets should contact the Public Service Center at (703) 305- 
HELP. Questions regarding the sample cover sheets should be 
directed to the Assignment and Certification Services Division 
at (703) 308-9700. 

As indicated in the proposed rule package, a majority of 
documents presently filed for recording are accompanied by a 
cover letter containing much of the information required in § 
3.31. The PTO does not believe standardization of the informa- 
tion submitted is an undue burden. Standardization ensures 
easy reference to all critical information. Further, the parties 
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or their representatives are in a better position to know or 
ascertain the nature of the interest involved than the PTO. The 
document will always speak for itself. However, a characteriza- 
tion assists in putting others on notice as to the nature of the 
transaction. 

It was determined that a verification is not required. The 
language has been changed to a statement on the cover sheet 
based on “information and belief.” Further, § 3.31(i) has been 
divided into two paragraphs, one for the statement that is 
required and one for the signature. 

The address of the assignee or receiving party is vital infor- 
mation for maintaining complete assignment records. The orig- 
inal owner is the applicant, for which the Office has the address 
of record. Each subsequent assignee address is then obtained 
under this requirement and is of record if the PTO or public 
needs to contact the present assignee. The execution date is 
required to determine whether an assignment has been recorded 
within three months provided in 35 U.S.C. § 261 and 15 U.S.C. 
§ 1060. 

When there is a listing of properties contained within a 
document, any listing may be copied and attached to the cover 
sheet to reduce the amount of typing necessary. A notation of 
this attachment can be made in lieu of entering every property 
identification number on the cover sheet. Should submitters 
provide information in addition to that required by § 3.31, it 
is always welcome, but not required. 

The comments received on the layout of the sample cover 
sheets have all been considered and some modifications have 
been made. However, the sample cover sheet is not required 
and it is not part of the rules. 

Comment: Section 3.34, as proposed, provides for correction 
of errors in a recorded cover sheet when the error is apparent 
by comparing the information on the cover sheet with the 
recorded document itself. One comment received expressed 
confusion regarding the correction procedure. Another com- 
ment suggested that corrections should not be limited to 
apparent errors. 

Response: The PTO will not compare the cover sheet with 
the original documents during the recording process except to 
assure that application and patent numbers are present in patent 
assignments. Otherwise, it will only check to see that the cover 
sheet is complete. When a submitter discovers an obvious error 
on the recorded cover sheet, the PTO will consider a request 
to correct it when it receives: (1) the original recorded document 
(or a copy); (2) a corrected cover sheet; and (3) the appropriate 
fee for each property to be corrected. The PTO will then com- 
pare the cover sheet with the document to determine whether 
the error is apparent on its face. If the error is obvious, the 
corrected cover sheet will be recorded and the respective Office 
records corrected. If the error is not obvious, the procedure set 
forth in the Manual of Patent Examining Procedure, MPEP § 
323 will govern for patents and the procedure set forth in Jn 
re Abacab International Computers Ltd. (Assignee of IHEC, 
Ltd.), 21 USPQ2d 1078 (Comm’r Pats. 1987), on reconsidera- 
tion, 21 USPQ2d1079 (Comm’r Pats. 1988) will govern for 
trademarks. Submitters may also petition under § 1.833 or § 
2.146 for other corrections. Typographical errors made by the 
Office will be corrected without charge when brought to our 
attention. 

Accordingly, the suggested modification has not been 
adopted. The rule has only been changed to correct a cross 
reference. 

Comment: As proposed, § 3.51 provides that the date of 
recording is the date all of the required information is filed in the 
Office. Incomplete documents will be returned. If the returned 
documents are resubmitted timely, the document will retain 
the date on which it was received as incomplete. Two comments 
were received regarding the time period to be set by the PTO. 
One comment indicated that any delay may affect the require- 
ments of 15 U.S.C. § 1060. It was therefore recommended that 
the PTO make some type of “conditional entry” in the records 
indicating an assignment has been submitted so interested mem- 
bers of the public could ascertain that there may be an effective 
recording date. The other comment suggested the time period 
for resubmission be long enough to allow communication with 
foreign parties, but it should be no longer than six months. 

Response: After a review of the proposed rule, it was deter- 
mined that the language of § 3.51 should be clarified to reflect 
that the originally-submitted papers with the official Office 
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date stamp indicating the original receipt date in the Office 
must be returned in order to retain the original date. It is the 
intent of the PTO to set the time for response at one month 
from the date of mailing of the returned documents from the 
PTO. It is believed that most correctable errors will involve 
an incomplete cover sheet or the amount of the fee submitted, 
both of which can be corrected within one month. 

Further, it is the policy of the PTO to make of record only 
those documents which meet the requirements for recording. 
It is not beneficial to cloud title to properties with potential 
transfers. 

Comment: Section 3.56, as proposed, is a restatement of 
former § 1.333 and is made applicable to trademarks. It provides 
that an assignment which is made conditional upon a condition 
subsequent will be regarded by the Office as an absolute assign- 
ment. One comment was received inquiring as to whether § 3.56 
applied to security interests, another was received requesting a 
reference in the rules to recording of security agreements. 

Response: Section 3.56 is applicable only to assignments, 
as they are defined by § 3.1, that is, a transfer of right, title 
and interest in a patent or a trademark. A security interest or 
a security agreement is in the nature of a lien, not an assignment. 
Accordingly, § 3.56 would not apply to security interests or 
security agreements which are also recordable. It applies to 
conditional assignments because the Office has no way of 
determining whether and when conditions are satisfied and 
therefore must address this type of assignment in a uniform 
manner. The reference to the recordability of security agree- 
ments is referred to here in the final rule package. 

Comment: The second sentence of § 3.71, as proposed, pro- 
vides: “[t]he assignee of record of the entire right title and 
interest in a trademark application or registration is entitled 
to conduct the prosecution of the trademark application or 
registration to the exclusion of the original applicant or previous 
assignee.” One comment suggested, as had been recommended 
for the definitions in § 3.1, that language be adopted consistent 
with Section 10 of the Trademark Act, 15 U.S.C. § 1060, so 
there be no confusion as to what can be assigned in the trade- 
mark area and further, that the language requiring “entire right, 
title and interest” be deleted. 

Response: As was the case with the PTO’s review of § 3.1, 
the language in § 3.71 has also been modified to eliminate any 
confusion. Accordingly, § 3.71 now provides for assignments 
of registered marks or a mark for which an application for 
registration has been filed, making it consistent with § 3.1. 
While this change cannot prevent assignments from being made 
without the underlying goodwill, it may eliminate some confu- 
sion. 

Comment: Section 3.73, as proposed, provided that a full 
assignee could take any action before the Office with respect 
to the assigned application, patent, or registration provide own- 
ership is established to the satisfaction of the Commissioner. 
The rule further provided that ownership could be established 
by providing documentary evidence of the chain of title to the 
assignee. The assignee was also required to submit a verified 
statement stating the evidence had been reviewed and certifying 
to the best of the party’s belief, title is in the party seeking 
to take the action. The Office reserved the right to require 
recordation of any ownership documents. One comment sug- 
gested the procedure was too “elaborate” and “confusing” to 
permit the submitting party to act rapidly. Another comment 
suggested the Office use the language of former § 2.186 which 
only required “the assignment has been recorded or that proof 
of the assignment has been submitted” to enable action by the 
assignee. 

Another comment suggested that a simple statement identi- 
fying the documents thought to place ownership in a party 
should be sufficient. It was believed that no additional benefit 
accrued by having the party state that they believed they were 
entitled to take the action because whether or not a party can 
act is a determination the PTO must make. 

Two comments suggested that a literal reading of the rule 
would require every paper filed on behalf of an assignee be 
accompanied by a proof of ownership. One comment suggested 
it was too harsh to preclude a party from taking action in a 
trademark matter until proof of ownership is established to the 
satisfaction of the Commissioner. Rather, it was suggested that 
a party be permitted to take action once documents establishing 
ownership are filed. 
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One comment received pointed to the proposed language of 
§ 3.73 providing the statement must be signed by the party or 
its attorney or agent of record which was a greater requirement 
than § 1.34(a), if that was intended. 

Another comment suggested that the proposed language be 
changed by deleting the provision that ownership must be estab- 
lished to the satisfaction of the Commissioner and substituting 
therefore “provided the assignee is owner of the entire right, 
title, and interest in the patent application, patent, registered- 
mark or mark for which an application for registration has been 
filed.” 

One final comment suggested that § 3.73 be changed to 
specifically set forth that it applied to secure Office acceptance 
of a Section 8 or 15 affidavit or a Section 9 application, 15 
U.S.C. §§ 1058, 1059, for trademark filings, and requested 
examples of the types of documents necessary to establish 
ownership. 

Response: Ownership need only be established the first time 
the new party wants to act in patent and trademark cases, 
provided the appropriate documents are recorded. Secticz 
3.73(b) is modified to provide that a statement of ownership 
need only be provided when a patent assignee wishes to act 
on a matter. For patents, the PTO believes it is appropriate 
for the patent assignee to review the documents it believes 
establishes its ownership prior to filing a paper signed by that 
assignee. Additionally, the statement will certify that to the 
best of the assignee’s knowledge and belief, title is in that 
assignee. This will establish, to the satisfaction of the Commis- 
sioner, that the assignee knows of no other document estab- 
lishing title in someone other than the assignee. The PTO will 
still make the determination of whether the assignee is entitled 
to take action after a review of the documents. 

For trademarks the action sought to be taken can be submitted 
simultaneously by the party. The action will be examined as 
will the claim of ownership and the party will be notified 
whether it is satisfactory. As in the past, “any action” refers 
to post-registration documents as well. 


Other Considerations 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12291 and 12612 and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The prin- 
cipal impact of these changes is to require that a cover sheet 
accompany each document submitted for recording. The rule 
change includes no additional or increased fees. Substantive 
rights to use trademarks and patents are not adversely affected. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. Because most 
of the changes reduce procedural burdens, there will be no 
major increase in costs or prices for consumers; individual 
industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, or inno- 
vation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

These rule changes contain a collection-of-information 
requirement subject to the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. The rule changes add a requirement for 
acover sheet to be submitted with each document to be recorded 
that will expedite the recording process and improve quality. 
This collection of information requirement is cleared under 
OMB Control No. 0651-0011. The public reporting burden for 
this requirement is estimated to be one-half hour per filing, 
including the time for reviewing instructions, searching exis- 
ting data sources, gathering and maintaining the data needed, 
and completing and reviewing the collections of information. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 
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List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record- 
keeping requirement. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 CFR Part 3 


Administrative practice and procedure, Inventions and 
patents, Trademarks, Reporting and recordkeeping require- 
ment. 


For the reasons set out in the preamble and pursuant to the 
authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, parts 
1, 2 and 3 of title 37 of the Code of Federal Regulations are 
amended as set forth below. 


PART I - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.12 paragraphs (a) and (d) are revised to read as 
follows: 


§ 1.12 Assignment records open to public inspection. 


(a) (1) Separate assignment records are maintained in the 
Patent and Trademark Office for patents and trademarks. The 
assignment records, relating to original or reissue patents, 
including digests and indexes, for assignments recorded on or 
after May 1, 1957, and assignment records relating to pending 
or abandoned trademark applications and to trademark registra- 
tions, for assignments recorded on or after January 1, 1955, 
are open to public inspection at the Patent and Trademark 
Office, and copies of those assignment records may be obtained 
upon request and payment of the fee set forth in §§ 1.19 and 
2.6 of this Chapter. 

(2) All records of assignments of patents recorded before 
May 1, 1957, and all records of trademark assignments recorded 
before January 1, 1955, are maintained by the National Archives 
and Records Administration (NARA). The records are open to 
public inspection. Certified and uncertified copies of those 
assignment records are provided by NARA upon request and 
payment of the fees required by NARA. 


KKK 


(d) An order for a copy of an assignment or other document 
should identify the reel and frame number where the assignment 
or document is recorded. If a document is identified without 
specifying its correct reel and frame, an extra charge as set 
forth in § 1.21(j) will be made for the time consumed in making 
a search for such assignment. 


3. Section 1.17 is amended by revising paragraph (i)(1) to 
read as follows: 


§ 1.17 Patent application processing fees. 


KK 


(i)(1) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this para- 


.12 — for access to an assignment record. 
.14 — for access to an application. 
.53 — to accord a filing date. 
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.55 — for entry of late priority papers. 
.60 — to accord a filing date. 


1 
1 
1.62 — to accord a filing date. 
1.103 — to suspend action in application. 
1.177 — for divisional reissues to issue separately. 
1.312 — for amendment after payment of issue fee. 
1.313 — to withdraw an application from issue. 
1.314 — to defer issuance of a patent. 
§ 1.666(b) — for access to interference settlement agreement. 
§ 3.81 — for patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


LP MP LP MP SP LH MP? LP 
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4. Section 1.32 is removed and reserved. 
1.32 [Reserved] 

5. Section 1.46 is revised to read as follows: 
§ 1.46 Assigned inventions and patents. 


In case the whole or a part interest in the invention or in 
the patent to be issued is assigned, the application must still 
be made or authorized to be made, and an oath or declaration 
signed, by the inventor or one of the persons mentioned in §§ 
1.42, 1.43, or 1.47. However, the patent may be issued to the 
assignee or jointly to the inventor and the assignee as provided 
in § 3.81. 


6. Section 1.104 is amended by revising paragraph (e) to 
read as follows: 


§ 1.104 Nature of examination; examiner’s action. 


*eKK 


(e) Co-pending applications will be considered by the exam- 
iner to be owned by, or subject to an obligation of assignment 
to, the same person if: 

(1) the application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to 
the same person or organization; or 

(2) copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization 
are filed in each of the applications; or 

(3) an affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership; or 

(4) other evidence is submitted which establishes common 
ownership of the applications. 

In circumstances where the common owner is a corporation 
or other organization, an affidavit or declaration may be signed 
by an official of the corporation or organization empowered 
to act on behalf of the corporation or organization. 


7. The undesignated center head above § 1.331 is revised 
to read as follows: 


Arbitration Awards 
8. Sections 1.331 through 1.334 are removed and reserved. 
§§ 1.331- 1.334 [Reserved] 


Part 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


9. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


10. The undesignated center head § 2.185 is removed. 


11. Sections 2.185 through 2.187 are removed and reserved. 
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§§ 2.185-2.187 [Reserved] 
12. Part 3 is added to read as follows: 


Part 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


Sec. 

3.1 Definitions 

DOCUMENTS ELIGIBLE FOR RECORDING 

3.11 Documents which will be recorded. 

3.16 Assignability of trademarks prior to filing of use state- 
ments. 

REQUIREMENTS FOR RECORDING 

3.21 Identification of patents and patent applications. 

3.24 Formal requirements for documents and cover sheets. 

3.26 English language requirement. 

3.27 Mailing address for submitting documents to be 
recorded. 

3.28 Requests for recording. 

COVER SHEET REQUIREMENTS 


3.31 Cover sheet content. 
3.34 Correction of cover sheet errors. 


FEES 

3.41 Recording fees. 

DATE AND EFFECT OF RECORDING 
3.51 Recording date. 

3.54 Effect of recording. 

3.56 Conditional assignments. 
DOMESTIC REPRESENTATIVE 

3.61 Domestic representative. 


PROSECUTION BY ASSIGNEE 


3.71 Prosecution by assignee. 
3.73 Establishing right of assignee to prosecute. 


ISSUANCE TO ASSIGNEE 


3.81 Issue of patent to assignee. 
3.85 Issue of registration to assignee. 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
§ 3.1 Definitions. 


For purposes of this part, the following definitions shall 
apply: 

Application means a national application for patent, an inter- 
national application that designates the United States of 
America, or an application to register a trademark unless other- 
wise indicated. 


Assignment means a transfer by a party of all or part of its 
right, title and interest in a patent or patent application, or a 
transfer of its entire right, title and interest in a registered mark 
or a mark for which an application to register has been filed. 


Document means a document which a party requests to be 
recorded in the Office pursuant to § 3.11 and which affects 
some interest in an application, patent, or registration. 


Office means the Patent and Trademark Office. 


Recorded document means a document which has been 
recorded in the Office pursuant to § 3.11. 
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Registration means a trademark registration issued by the 
Office. 


DOCUMENTS ELIGIBLE FOR RECORDING 
§ 3.11 Documents which will be recorded. 


Assignments of applications, patents, and registrations, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this Part or at the discretion 
of the Commissioner. 


§ 3.16 Assignability of trademark prior to filing of use 
statement. 


No application to register a mark under 15 U.S.C. 1051(b) 
is assignable prior to the filing of the verified statement of use 
under 15 U.S.C. 1051(d) except to a successor to the business 
of the applicant, or portion thereof, to which the mark pertains, 
if that business is ongoing and existing. 


REQUIREMENTS FOR RECORDING 
§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent 
by the patent number. An assignment relating to a national 
patent application must identify the national patent application 
by the application number (consisting of the series code and 
the serial number, e.g., 07/123,456) or the serial number and 
filing date. An assignment relating to an international patent 
application which designates the United States of America 
must identify the international application by the international 
application number (e.g., PCT/US90/01234). If an assignment 
is executed concurrently with, or subsequent to, the execution 
of the patent application, but before the patent application is 
filed, it must identify the patent application by its date of 
execution, name of each inventor, and title of the invention 
so that there can be no mistake as to the patent application 
intended. 


§ 3.24 Formal requirements for documents and cover 
sheets. 


The document and cover sheet must be legible. Either the 
original document or a true copy of the original document, 
may be submitted for recording. Only one side of each page 
shall be used. The paper used should be flexible, strong, white, 
non-shiny, durable, and preferably no larger than 21.6 x 33.1 
cm. (8 1/4 x 14 inches) with a 2.5 cm. (one-inch) margin on 
all sides. 


§ 3.26 English language requirement. 


The Office will accept and record non-English language 
documents only if accompanied by a verified English translation 
signed by the individual making the translation. 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


Documents and cover sheets to be recorded should be 
addressed to the Commissioner of Patents and Trademarks, 
Box Assignments, Washington, D.C. 20231, unless they are 
filed together with new applications or with a petition under 
3.81(b). 


§ 3.28 Requests for recording. 


Each document submitted to the Office for recording must 
be accompanied by at least one cover sheet as specified in § 
3.31 referring either to those patent applications and patents, 
or to those trademark applications and registrations, against 
which the document is to be recorded. If a document to be 
recorded includes interests in, or transactions involving, both 
patents and trademarks, separate patent and trademark cover 
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sheets must be submitted. Only one set of documents and cover 
sheets to be recorded should be filed. If a document to be 
recorded is not accompanied by a completed cover sheet, the 
document and any incomplete cover sheet will be returned 
pursuant to § 3.51 for proper completion of a cover sheet and 
resubmission of the document and a completed cover sheet. 


COVER SHEET REQUIREMENTS 
§ 3.31 Cover sheet content. 


(a) Each patent or trademark cover sheet required by § 3.28 
must contain: 

(1) the name of the party conveying the interest; 

(2) the name and address of the party receiving the interest; 

(3) a description of the interest conveyed or transaction 
to be recorded; 

(4) each application number, patent number or registration 
number against which the document is to be recorded, or an 
indication that the document is filed together with a patent 
application; 

(5) the name and address of the party to whom correspon- 
dence concerning the request to record the document should 
be mailed; 

(6) the number of applications, patents or registrations 
identified in the cover sheet and the total fee; 

(7) the date the document was executed; 

(8) an indication that the assignee of a trademark applica- 
tion or registration who is not domiciled in the United States 
has designated a domestic representative (see § 3.61); and 

(9) a statement by the party submitting the document that 
to the best of the person’s knowledge and belief, the information 
contained on the cover sheet is true and correct and any copy 
submitted is a true copy of the original document; and 

(10) the signature of the party submitting the document. 

(b) A cover sheet may not refer to both patents and trade- 
marks. 


§ 3.34 Correction of cover sheet errors. 


(a) An error in a cover sheet recorded pursuant to 3.11 will 
be correctedonly if: 
(1) the error is apparent when the cover sheet is compared 
with the recorded document to which it pertains and 
(2) a corrected cover sheet is filed for recordation. 


(b) The corrected cover sheet must be accompanied by the 
originally recorded document or a copy of the originally 
recorded document and by the recording fee as set forth in § 
3.41. 


FEES 
§ 3.41 Recording fees. 


All requests to record documents must be accompanied by 
the appropriate fee. A fee is required for each application, 
patent and registration against which the document is recorded 
as identified in the cover sheet. The recording fee is set in § 
1.21(h) of this Chapter for patents and in § 2.6(q) of this Chapter 
for trademarks. 


DATE AND EFFECT OF RECORDING 
§ 3.51 Recerding date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this Part is 
filed in the Office. A document which does not comply with 
the identification requirements of § 3.21 will not be recorded. 
Documents not meeting the other requirements for recording, 
for example, a document submitted without a completed cover 
sheet or without the required fee, will be returned for correction 
to the sender where a correspondence address is available. The 
returned papers, stamped with the original date of receipt by 
the Office, will be accompanied by a letter which will indicate 
that if the returned papers are corrected and resubmitted to the 
Office within the time specified in the letter, the Office will 
consider the original date of filing of the papers as the date of 
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recording of the document. The certification procedure under 
either § 1.8 or § 1.10 of this Chapter may be used for resubmis- 
sions of returned papers to have the benefit of the date of 
deposit in the United States Postal Service. If the returned 
patent was not corrected and resubmitted within the specified 
period, the date of filing of the corrected papers will be consid- 
ered to be the date of recording of the document. The specified 
period to resubmit the returned papers will not be extended. 


§ 3.54 Effect of recording. 


The recording of a document pursuant to § 3.11 is not a 
determination by the Office of the validity of the document or 
the effect that document has on the title to an application, a 
patent, or a registration. When necessary, the Office will deter- 
mine what effect a document has, including whether a party 
has the authority to take an action in a matter pending before 
the Office. 


§ 3.56 Conditional assignments. 


Assignments which are made conditional on the performance 
of certain acts or events, such as the payment of money or other 
condition subsequent, if recorded in the Office, are regarded as 
absolute assignments for Office purposes until cancelled with 
the written consent of all parties or by the decree of a court of 
competent jurisdiction. The Office does not determine whether 
such conditions have been fulfilled. 


DOMESTIC REPRESENTATIVE 
§ 3.61 Domestic representative. 


If the assignee of a trademark application or registration is 
not domiciled in the United States, the assignee must designate, 
in writing to the Office, a domestic representative. An assignee 
of a patent application or patent may designate a domestic 
representative if the assignee is not residing in the United States. 
The designation shall state the name and address of a person 
residing within the United States on whom may be served 
process or notice of proceedings affecting the application, 
patent or registration or rights thereunder. 


PROSECUTION BY ASSIGNEE 
§ 3.71 Prosecution by assignee. 


The assignee of record of the entire right, title and interest 
in an application for patent is entitled to conduct the prosecution 
of the patent application to the exclusion of the named inventor 
or previous assignee. The assignee of a registered trademark 
or a trademark for which an application to register has been 
filed is entitled to conduct the prosecution of the trademark 
application or registration to the exclusion of the original appli- 
cant or previous assignee. 


§ 3.73 Establishing right of assignee to prosecute. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless 
there is an assignment. The original applicant is presumed to 
be the owner of a trademark application unless there is an 
assignment. 

(b) When the assignee of the entire right, title and interest 
seeks to take action in a matter before the Office with respect 
to a patent application, trademark application, patent, registra- 
tion, or reexamination proceeding, the assignee must establish 
its ownership of the property to the satisfaction of the Commis- 
sioner. Ownership is established by submitting to the Office 
documentary evidence of a chain of title from the original 
owner to the assignee or by specifying (e.g. reel and frame 
number, etc.) where such evidence is recorded in the Office. 
Documents submitted to establish ownership may be required 
to be recorded as a condition to permitting the assignee to take 
action in a matter pending before the Office. In addition, the 
assignee of a patent application or patent must submit a state- 
ment specifying that the evidentiary documents have been 
reviewed and certifying that, to the best of assignee’s knowl- 
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edge and belief, title is in the assignee seeking to take the 
action. 


ISSUANCE TO ASSIGNEE 
§ 3.81 Issue of patent to assignee. 


(a) For a patent application, if an assignment of the entire 
right, title, and interest is recorded before the issue fee is paid, 
the patent may issue in the name of the assignee. If the assignee 
holds an undivided part interest, the patent may issue jointly 
to the inventor and the assignee. At the time the issue fee is 
paid, the name of the assignee must be provided if the patent 
is to issue solely or jointly to that assignee. 


(b) If the assignment is submitted for recording after the 
date of payment of the issue fee, but prior to issuance of the 
patent, the assignee may petition that the patent issue to the 
assignee. Any such petition must be accompanied by the fee 
set forth in 1.17(i)(1) of this Chapter. 


§ 3.85 Issue of registration to assignee. 


The certificate of registration may be issued to the assignee 
of the applicant, or in a new name of the applicant, provided 
that the party files a written request in the trademark application 
by the time the application is being prepared for issuance of 
the certificate of registration, and the appropriate document 
is recorded in the Office. If the assignment or name change 
document has not been recorded in the Office, then the written 
request must state that the document has been filed for recorda- 
tion. The address of the assignee must be made of record in 
the application file. 


DOUGLAS B. COMER 

Acting Assistant Secretary and 
Acting Commissioner of Patents 
and Trademarks 


June 24, 1992 


[1140 OG 53] 


(36) Issuance of a Patent to an Assignee 


The purpose of this notice is to clarify the procedures to 
have a patent issue to an assignee. See 37 CFR 3.81 and Manual 
of Patent Examining Procedure § 307. 

Section 3.81(a) permits a patent to isssue to an assignee, 
provided that at the time the issue fee is paid, the assignment 
has been submitted for recordation and the name of the assignee 
is provided. The name of the assignee is usually provided in 
item 5 of the Issue Fee Transmittal form (PTOL-85B). 

Section 3.81(b) permits a patent to issue to an assignee when 
the assignment is submitted for recording after the date of 
payment of the issue fee, but prior to issuance of the patent, 
provided a petition and fee are filed requesting that the patent 
issue to the newly recorded assignee. 

When the correct name of the assignee was not provided in 
accordance with either section 3.81(a) or (b) (i.e., either no 
name or an incorrect name was provided in item 5 of the Issue 
Fee Transmittal when the assignment had been recorded or 
submitted for recordation at the time the issue fee was paid, 
or an incorrect name was provided in the petition required by 
section 3.81(b) when the assignment is submitted for recording 
after the date of payment of the issue fee, but prior to issuance 
of the patent), a correction can be made by filing a petition 
under 37 CFR 1.183 requesting that the requirements of 37 
CFR 3.871 be waived. This procedure is required at any time 
after the issue fee is paid, including after issuance of the patent. 
A petition under 37 CFR 1.183 should include: (1) the petition 
fee set forth in 37 CFR 1.17(h) (currently $130); (2) the correct 
name of the assignee; and (3) the reel and frame number where 


U.S. PATENT AND TRADEMARK OFFICE 


1194 TMOG 29 
(36) 


the assignment is recorded or proof of the date the assignment 
was submitted for recordation. 

If the petition under 37 CFR 1.183 is filed and granted prior 
to issuance of the patent, the patent will either: (1) be printed 
with the correct assignee’s name; or (2) be printed without the 
correct assignee’s name. In the latter case, patentee would be 
entitled to a certificate of correction under 37 CFR 1.322 to 
correct an Office mistake in not correctly printing the assignee’s 
name on the patent. 

If the petition under 37 CFR 1.183 is filed and/or granted 
after issuance of the patent, the patent would be printed without 
the correct assignee’s name. However, if the petition is granted, 
patentee would be entitled to a certificate of correction under 
37 CFR 1.323 due to the mistake in not complying with 37 
CFR 3.81. 

March 16, 1994 CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 
Office of the Assistant Commissioner for Patents 


[1161 OG 293] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 § 3 


(37) 


[Docket No. 910246-2140] 
RIN 0651-AA43 


Changes in Patent and Trademark Assignment Practice 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule; correction. 

Summary: The Patent and Trademark Office (Office) amended 
the rules of practice regarding assignments in patent and trade- 
mark cases to improve and clarify the rules, to codify changes 
in practice and to consolidate the rules into a new Part 3 directed 
to assignments. In the final assignment rules a fee change 
promulgated in January 1992 was inadvertently omitted from 
the § 1.17(i)(1) listing. 

Effective Date: September 4, 1992. 

For Further Information Contact: Jeffery V. Nase by telephone 
at (703) 305-9282 or by mail marked to his attention and 
addressed to Commissioner oi Patents and Trademarks, Box 
DAC, Washington, D.C. 20231. 

Supplementary Information: The amended assignment rules 
first appeared in a notice of proposed rulemaking published in 
the Federal Register on May 10, 1991, at 56 FR 21641, and 
the Patent and Trademark Office Official Gazette of June 4, 
1991, at 1127 OG 8-16. The final rules appeared in the Federal 
Register on July 6, 1992, at 57 FR 29634. Between the time 
the proposed and final rules were published, 37 CFR § 1.97(d) 
was amended, effective March 16, 1992, by a final rule which 
appeared in the Federal Register of January 17, 1992, 57 FR 
2021, relating to the duty of disclosure. The amendment pro- 
vided for a new petition fee which was referenced in 37 CFR 
§ 1.17, patent application processing fees. The reproduction of 
§ 1.17 in the final assignment rule package neglected to add 
the reference to the new petition under § 1.97(d). 

Section 1.17(i)(1) is reproduced in its entirety to include the 
reference to § 1.97(d) which was inadvertently omitted. The 
amount of the fee for considering an information disclosure 
statement is not affected by this rule change. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents. 


For the reasons set out in the preamble and pursuant to the 
authority contained in 35 U.S.C. 6, part | of title 37 of the 
Code of Federal Regulations has been amended as set forth 
below. 


PART 1 - RULES OF PRACTICE IN PATENT CASES 
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1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.17 is amended by revising paragraph (i)(1) to 
read as follows: 


§ 1.17 Patent application processing fees. 


ese ee * 


(i)(1) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this para- 


§ 1.12 - foraccess to an assignment record. 

§ 1.14 - for access to an application. 

§ 1.53 - to accord a filing date. 

§ 1.55 - for entry of late priority papers. 

§ 1.60 - to accord a filing date. 

§ 1.62 - to accord a filing date. 

§ 1.97(d) - to consider an information disclosure statement. 
§ 1.103 - to suspend action in application. 

§ 1.177 - for divisional reissues to issue separately. 

§ 1.312 - for amendment after payment of issue fee. 

§ 1.313 - to withdraw an application from issue. 

§ 1.314 - to defer issuance of a patent. 

§ 1.666(b) - for access to interference settlement agreement. 
§ 3.81 - for patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


**e KK * 


DOUGLAS B. COMER 
Assistant Secretary & Acting 
Commissioner of Patents 
and Trademarks 


July 17, 1992 


[1141 OG 38] 


(38) Taking Action in a Patent Matter Before the 


Office by the Assignee under 37 CFR 3.73. 


When the assignee of the entire right, title and interest first 
seeks to take action in a matter before the Office with respect 
to a patent application, patent or reexamination proceeding, the 
assignee must establish its ownership of the property to the 
satisfaction of the Commissioner. 37 CFR 3.73(b). The 
assignee’s ownership may be established either 1) by submitting 
to the Office copies of the documentary evidence of a chain 
of title from the original inventor to the assignee, or 2) by 
specifying, by reel and frame number, for example, where such 
documentary evidence is recorded in the Office. In addition to 
the establishment of ownership, there is further requirement that 
the assignee submit a statement specifying that the evidentiary 
documents have been reviewed and certifying that, to the best 
of the assignee’s knowledge and belief, title is in the assignee 
seeking to take action. Once 37 CFR 3.73(b) is complied with 
by an assignee, that assignee may continue to take action in 
that application, patent or reexamination proceeding without 
filing a 37 CFR 3.73(b) statement each time, provided that 
ownership has not changed. 

When an assignee files a continuation or divisional applica- 
tion (under 37 CFR 1.53, 1.60 or 1.62), reference may be 
made to a statement filed under 37 CFR 3.73(b) in the parent 
application or a copy of that statement may be filed. A newly 
executed statement under 37 CFR 3.73(b) must be filed when 
a continuation-in-part application is filed by an assignee. 

The statement under 37 CFR 3.73(b) may be signed on behalf 
of the assignee in the following two manners if the assignee 
is an organization (e.g., corporation, partnership, university, 
government agency, etc.). 

(1) The statement may be signed by a person in the organi- 
zation having apparent authority to sign on behalf of the organi- 
zation. An officer (president, vice-president, secretary, or 
treasurer) is presumed to have authority to sign on behalf of 
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the organization. The signature of the chairman of the board 
of directors is acceptable, but not the signature of an individual 
director. A person having a title (manager, director, adminis- 
trator, general counsel) that does not clearly set forth that person 
as an officer of the assignee is not presumed to be an officer 
of the assignee or to have authority to sign the statement on 
behalf of the assignee. A power of attorney from the inventors 
in an organization to a practitioner to prosecute a patent applica- 
tion does not make the practitioner an official of an assignee 
or empower the practitioner to sign the statement on behalf of 
the assignee. 

(2) The statement may be signed by any person, if the 
statement includes an averment that the person is empowered 
to sign the statement on behalf of the assignee and, if not signed 
by a registered practitioner, the statement must be in oath or 
declaration form. Where a statement does not include such an 
averment, and the person signing does not hold a position in 
the organization that would give rise to a presumption that the 
person is empowered to sign the statement on behalf of the 
assignee, evidence of the person’s authority to sign will be 
required. 

Examples of situations where ownership must be established 
and the statement under 37 CFR 3.73(b) must be submitted are 
when the assignee: signs a request for status of an application 
or gives a power to inspect an application; acquiesces to express 
abandonment of an application; appoints its own legal represen- 
tative; signs a terminal disclaimer; consents to the filing of a 
reissue application; consents to the correction of inventorship; 
files an application under 37 CFR 1.47(b) or 37 CFR 1.475; 
signs an Issue Fee Transmittal (PTOL-85B); or signs a response 
to an Office action. 

Examples of situations where ownership need not be estab- 
lished and a statement under 37 CFR 3.73(b) is not required 
to be submitted are when the assignee: signs a small entity 
declaration; signs an affidavit or declaration of common owner- 
ship of two inventions; signs a NASA or DOE property rights 
statement; signs an affidavit under 37 CFR 1.131 where the 
inventor is unavailable; signs a Certificate of Mailing under 
37 CFR 1.8; or files a request for reexamination of a patent 
under 37 CFR 1.510. 


An acceptable certification under 37 CFR 3.73(b) is attached 
to this notice. 

For further information related to actions taken by an assignee 
in patent matters, contact Jeffrey V. Nase at (703) 305-9282. 


CHARLES E. VAN HORN 

Patent Policy and Projects Administrator 
Office of the Assistant Commissioner 

for Patents 


Apr. 30, 1993 


[1150 OG 62] 


(39) Submission of Uniform Assignee Names 


on the Issue Fee Payment Form PTOL-85b 


The Patent and Trademark Office is experiencing problems 
when computer-sorting assignee names for the Patentee Index 
because of the non-uniform use of the names of certain compa- 
nies and corporations on the issue fee payment form PTOL- 
85b. The use of different spellings or nomenclature for the 
same company requires the Office to expend time and effort 
to determine whether the various name forms are in fact for 
the same company. If such inconsistencies are not corrected, 
patents to the same company will appear in different locations 
in the Patentee Index. An example of inconsistent use is “ABC 
Company, Ltd.” and “ABC Co., Limited.” 

Therefore, persons who list assignee names on issue fee 
payment form PTOL-85b should ensure that the same company 
name form is used for all patents issuing to a particular com- 


pany. 


Nov. 17, 1977 RICHARD J. SHAKMAN 
Assistant Commissioner 


for Administration 


[965 O.G. 8] 
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(40) Indexing Against a Recorded Assignment 

It has been the practice of the Patent and Trademark Office 
(PTO) to process requests for indexing against a recorded docu- 
ment by adding the newly requested property to the data base 
record for the previously recorded document, except if the 
previously recorded document was an assignment. The PTO 
only required a transmittal letter with the recording fee and 
not a copy of the previously recorded document to process 
the indexing request. While indexing the additional properties 
resulted in the assignment data base being updated, the indexing 
request itself was never microfilmed to become part of the 
official record. 

Effective immediately, the PTO will no longer process such 
indexing requests. Such indexing requests do not comply with 
37 CFR 3.11, 3.28, and 3.31 which require that each request 
for recordation include the document to be recorded and a 
cover sheet. Instead of filing an indexing request, a party should 
submit a cover sheet in conformance with 37 CFR 3.31, a true 
copy of the document, and the recording fee. PTO will assign 
a new recording date to that submission, update the assignment 
data base, and microfilm the cover sheet and document to 
become part of the official record. 


Nov. 3, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 
Public Services and 


Administration 


{1157 OG 12] 


(41) Recordability of Foreclosures 


for Assignment Purposes 


It has been the practice of the Assignment Branch to record 
security agreements between a secured party and a debtor which 
refer specifically to a patent or a patent application and which 
are signed by the debtor. However, foreclosures by the secured 
party were not recorded because they were not signed by the 
debtor. Accordingly, before recording a foreclosure not signed 
by a debtor, the Assignment Branch required a Court order. 
This requirement forced the secured party to bring action in a 
court of law where otherwise Court action might not have been 
necessary. 

To facilitate recording of foreclosures not signed by a debtor 
and avoid unnecessary court proceedings, the Office will record 
foreclosures which comply with all of the following criteria: 


(1) Submission of the foreclosure document with original 
endorsement by the secured party, or a verified copy 
thereof; 

(2) Identification of the patent by patent number or the 
patent application by serial number, or other acceptable 
identifier(s) as specified in 37 CFR 1.331(c), in the body 
of the foreclosure document itself or any addenda incorpo- 
rated by reference; 

(3) Reference to the security agreement recorded under 37 
CFR 1.331; and 

(4) Submission of a verified statement by a representative 
of the secured party stating that the patent or the patent 
application has been legally foreclosed on based upon the 
applicable state laws. 


A foreclosure document complying with the above criteria 
will be deemed to be a recordable instrument in accordance 
with 37 CFR 1.331. 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


March 14, 1988 


[1089 OG 35] 
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(42) Department of Commerce 

Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 960417113-6186-02] 
RIN 0651-AA82 


Revision of Patent Fees for Fiscal Year 1997 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Final Rulemaking. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases to adjust certain patent fee 
amounts to reflect fluctuations in the Consumer Price Index 
(CPI) and to recover costs of operation. 

Effective Date: October 1, 1996. 

For Further Information Contact: Robert Harris by telephone 
at (703) 305-8510, fax at (703) 305-8525, e-mail at rharris@us- 
pto.gov, or by mail marked to his attention and addressed to 
the U.S. Patent and Trademark Office, Office of Planning and 
Evaluation, Crystal Park 1, Suite 1107, Washington, D.C. 
20231. 

Supplementary Information: This rule change is designed to 
adjust PTO fees in accordance with the applicable provisions of 
title 35, United States Code; and section 10101 of the Omnibus 
Budget Reconciliation Act of 1990 (as amended by section 
8001 of Public Law 103-66), all as amended by the Patent and 
Trademark Office Authorization Act of 1991 (Public Law 102- 
204). 


BACKGROUND: 
Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 
376. A fifty percent reduction in the fees paid under 35 U.S.C. 
41(a) and (b) by independent inventors, small business con- 
cerns, and nonprofit organizations who meet prescribed defini- 
tions is required by 35 U.S.C. 41(h). 

Subsection 41(f) of title 35, United States Code, provides 
that fees established under 35 U.S.C. 41(a) and (b) may be 
adjusted on October |, 1992, and every year thereafter, to 
reflect fluctuations in the Consumer Price Index (CPI) over the 
previous 12 months. 

Section 10101 of the Omnibus Budget Reconciliation Act 
of 1990 (amended by section 8001 of Public Law 103-66) 
provides that there shall be a surcharge on all fees established 
under 35 U.S.C. 41(a) and (b) to collect $115 million in fiscal 
year 1997. 

Subsection 41(d) of title 35, United States Code, authorizes 
the Commissioner to establish fees for all other processing, 
services, or materials related to patents to recover the average 
cost of providing these services or materials, except for the fees 
for recording a document affecting title, for each photocopy, and 
for each black and white copy of a patent. 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under 
the Patent Cooperation Treaty (PCT). 

Subsection 41(g) of title 35, United States Code, provides 
that new fee amounts established by the Commissioner under 
section 41 may take effect thirty days after notice in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 


Recovery Level Determinations 


This rule adjusts patent fees for a planned recovery of 
$716,723,000 in fiscal year 1997, as proposed in the Adminis- 
tration’s budget request to the Congress. 

The patent statutory fees established by 35 U.S.C. 41(a) 
and (b) will be adjusted on October 1, 1996, to reflect any 
fluctuations occurring during the previous 12 months ia the 
Consumer Price Index for all urban consumers (CPI-U). In 
calculating these fluctuations, the Office of Mangement and 
Budget (OMB) has determined that the PTO should use CPI- 
U data as determined by the Secretary of Labor. However, the 
Department of Labor does not make public the CPI-U until 
approximately 21 days after the end of the month being calcu- 
lated. Therefore, the latest CPI-U information available is for 
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the month of June 1996. In accordance with previous rulem- 
aking methodology, the PTO uses the Administration’s pro- 
jected CPI-U for the 12-month period ending September 30, 
1996, which is 3.1 percent. Based on this projection, patent 
statutory fees will be adjusted by 3.1 percent. Before the final 
fee schedule is published, the fees may be adjusted slightly 
based on updated data available from the Department of Labor. 

Certain non-statutory patent processing fees established 
under 35 U.S.C. 41(d) and PCT processing fees established 
under 35 U.S.C. 376 will be adjusted to recover their estimated 
average costs in fiscal year 1996. Three patent service fees that 
are set by statute will not be adjusted. The three fees that are 
not being adjusted are assignment recording fees, printed patent 
copy fees and photocopy charge fees. 

The final fee amounts were rounded by applying standard 
arithmetic rules so that the amounts rounded would be conve- 
nient to the user. Fees of $100 or more were rounded to the 
nearest $10. Fees between $2 and $99 were rounded to an even 
number so that any comparable small entity fee would be a 
whole number. 


Workload Projections 


Determination of workload varies by fee. Principal workload 
projection techniques are as follows: 

Patent application workloads are projected from statistical 
regression models using recent application filing trends. Patent 
issues are projected from an in-house patent production model 
and reflect examiner production achievements and goals. Patent 
maintenance fee workloads utilize patents issued 3.5, 7.5 and 
11.5 years prior to payment and assume payment rates of 79 
percent, 55 percent and 32 percent, respectively. Service fee 
workloads follow linear trends from prior years’ activities. 


General Procedures 


Any fee amount that is paid on or after the effective date 
of the fee increase would be subject to the new fees then in 
effect. For purposes of determining the amount of the fee to 
be paid, the date of mailing indicated on a proper Certificate 
of Mailing or Transmission, where authorized under 37 CFR 
1.8, will be considered to be the date of receipt in the PTO. 
A Certificate of Mailing or Transmission under Section 1.8 is 
not proper for items which are specifically excluded from the 
provisions of Section 1.8. Section 1.8 should be consulted for 
those items for which a Certificate of Mailing or Transmission 
is not proper. Such items include, inter alia, the filing of national 
and international applications for patents and the filing of trade- 
mark applications. However, the provisions of 37 CFR 1.10 
relating to filing papers and fees with an “Express Mail” certifi- 
cate do apply to any paper or fee (including patent and trade- 
mark applications) to be filed in the PTO. If an application or 
fee is filed by “Express Mail” with a proper certificate dated 
on or after the effective date of the rules, as amended, the 
amount of the fee to be paid would be the fee established by 
the amended rules. 

In order to ensure clarity in the implementation of the new 
fees, a discussion of specific sections is set forth below. 


Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a), (b), (d), and (f) through (i), is 
revised to adjust fees established therein to reflect fluctuations 
in the CPI. Further, section 1.16, is revised to remove the 
undesignated text following paragraph (d), and add a new para- 
graph (k) including the provisions of such deleted undesignated 
text. In addition, § 1.16(k) is also applicable to any additional 
fees required by §§ 1.16(i) and (j). 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (b) through (g), (m), (r) and (s), is 
revised to adjust fees established therein to reflect fluctuations 
in the CPI. 
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Section 1.17, paragraphs (j) and (n) through (p), is revised 
to adjust fees established therein to recover costs. 


37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a) through (c), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (c), (i), and (j), is revised to adjust 
fees established therein to recover costs. 

Section 1.20, paragraphs (e) through (g), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraph (a)(1), is revised to establish a non- 
refundable application fee which reflects the costs of processing 
an application for the registration examination. Currently, the 
PTO evaluates and processes the applications of individuals 
who do not qualify for admission or those who withdraw from 
the examination, but generally refunds the examination fee to 
such applicants. Thus, other fee payers bear the costs of this 
evaluation and processing. This amendment will shift the 
expense of evaluating applications to all applicants. In order 
to offset the application fee, the examination fee will be slightly 
decreased. 

Section 1.21, paragraphs (a)(3) and (a)(6), is revised to adjust 
fees established therein to recover costs. 


37 CFR 1.445 International application filing, processing, and 
search fees. 


Section 1.445, paragraph (a), is revised to adjust the fees 
authorized by 35 U.S.C. 376 to recover costs and reflect current 
business practices. 


37 CFR 1.482 International preliminary examination fees. 


Section 1.482, paragraphs (a)(1)(i), (a)(1)(ii), and (a)(2)(ii), 
is revised to adjust the fees authorized by 35 U.S.C. 376 to 
recover costs. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a), (b) and (d), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


Response to Comments on the Rules 


A notice of proposed rulemaking to adjust patent fee amounts 
was published in the Federal Register on May 1, 1996, at 61 
FR 19224 and in the Official Gazette of the United States Patent 
and Trademark Office on May 7, 1996, at 1186 OG 14. 

A public hearing was held on June 5, 1996. Two comments 
were received and considered in adopting the rules set forth 
herein. No oral testimony was presented. 


Comment: One respondent stated that the PTO should not adjust 
patent fee amounts using the U.S. Department of Labor’s Con- 
sumer Price Index (CPI). The respondent stated that the CPI 
does not reflect a true or accurate index of increasing consumer 
prices. 

Response: The PTO is required by law to base its inflationary 
fee increases on fluctuations in the CPI over the 12 months 
prior to the effective date of the fee increase. However, if the 
Department of Labor modifies the definition or changes the 
method of calculating the Consumer Price Index for all urban 
consumers (CPI-U), which is the version of the CPI that OMB 
has determined the PTO should use, future PTO inflationary 
fee increases could be based on the revised index. 

Comment: One respondent stated that the patent extension fees 
set in 37 CFR 1.17(a) through (d) should be reduced by at least 
50 percent for patent applications filed on or after June 8, 1995. 
Response: Patent extension fees were set in statute by Congress 
in 1982 with the enactment of Public Law 97-247. The PTO 
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does not have the authority to offer a 50 percent discount for 
all patent applications filed on or after June 8, 1995. 


Other Considerations 


This rulemaking contains no information collection within 
the meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This rule has been determined to be not significant 
for purposes of Executive Order 12866. The PTO has deter- 
mined that this rule change has no Federalism implications 
affecting the relationship between the National Government 
and the States as outlined in Executive Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that the 
rule change will not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The rule change increases fees to reflect the change in 
the CPI as authorized by 35 U.S.C. 41(f). Further, the principal 
impact of the major patent fees has already been taken into 
account in 35 U.S.C. 41(h), which provides small entities with 
a 50-percent reduction in the major patent fees. 

A comparison of existing and new fee amounts is included 
as an Appendix to this notice of final rulemaking. 


Lists of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Inventions and 
patents, Reporting and recordkeeping requirements, Small 
businesses. 


For the reasons set forth in the preamble, the PTO is 
amending title 37 of the Code of Federal Regulations, Part 1, 
as set forth below. 


Part 1 - Rules of Practice in Patent Cases 
1. The authority citation for 37 CFR Part | continues to read 


as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a), (b), 
(d), (f) through (i), and adding a new paragraph (m) before the 
note to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


RK 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


cee td 
(f) Basic fee for filing each design application 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application, except provisional 
applications: 
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By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


Be td 


(m) If the additional fees required by paragraphs (b), (c), (d), 
(i) and (j) of this section are not paid on filing or on later 
presentation of the claims for which the additional fees are 
due, they must be paid or the claims must be canceled by 
amendment, prior to the expiration of the time period set for 
reply by the Office in any notice of fee deficiency. 


3. Section 1.17 is amended by revising paragraphs (b) through 
(g), (j), (m) through (p), (r), and (s) to read as follows: 


§ 1.17 Patent application processing fees. 


RAK 


(b) Extension fee for response within second month pursuant 
to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) Extension fee for response within third month pursuant to 
§ 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant 
to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small entity 


(g) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


RK AK 


(j) For filing a petition to institute a public use proceeding 
under § 1.292 $1,470.00 


ROR KK 


(m) For filing a petition: 
(1) For revival of an unintentionally abandoned application, 
or 
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(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(n) For requesting publication of a statutory invention registra- 
tion prior to the mailing of the first examiner’s action pursuant 
to § 1.104—-$900.00 reduced by the amount of the application 
basic filing fee paid. 


(0) For requesting publication of a statutory invention registra- 
tion after the mailing of the first examiner’s action pursuant 
to § 1.104—$1,790.00 reduced by the amount of the application 
basic filing fee paid. 


(p) For submission of an information disclosure statement under 
§ 1.97(c) 
eEEEK 


(r) For entry of a submission after final rejection under 
§1.129(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(s) For each additional invention requested to be examined 
under §1.129(b): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§ 1.9(f)) 
By other than a smail entity 


(c) Issue fee for issuing a plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


5. Section 1.20 is amended by revising paragraphs (c), (e) 
through (g), (i)(1), (i)(2), and (j)(1) through (j)(3) to read as 
follows: 

§ 1.20 Post issuance fees. 


KKK 


(c) For filing a request for reexamination 
(§ 1.510(a)) 


EAE 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant: 


By a smail entity (§ 1.9(f)) $1,025.00 
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By other than a small entity $2,050.00 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KEKE 
(i) RK 


(1) unavoidable 
(2) unintentional... 


(j) KOK 


(1) Application for extension under §1.740 

(2) Initial application for interim extension 
under §1.790 

(3) Subsequent application for interim extension 
under §1.790 


6. Section 1.21 is amended by revising paragraph (a)(1), (a)(3), 
and (a)(6) to read as follows: 


§ 1.21 Miscellaneous fees and charges. 


* KKK 
(a) 2K 


(1) For admission to examination for registration to practice: 
(i) Application Fee (non-refundable) 
(ii) Registration examination fee 


KKK 


(3) For reinstatement to practice 


AK 


(6) For requesting regrading of an examination under § 
10.7(c): 
(i) Regrading of morning section (PTO Practice and 


(ii) Regrading of afternoon section (Claim 
Drafting) 


KKK 


7. Section 1.445 is amended by revising paragraph (a) to read 
as follows: 


$ 1.445 International application filing, processing and search 
fees. 


(a) The following fees and charges for international applications 
are established by the Commissioner under the authority of 35 
U.S.C. 376: 
(1) A transmittal fee (see 35 U.S.C. 361(d) and 
PCT Rule 14) k 
(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16): 
(i) Where a corresponding prior United States National 
application filed under 35 U.S.C. 111(a) with the filing fee 
under 37 CFR 1.16(a) has been filed $440.00 
(ii) For all situations not provided for in (a)(2)(i) of this 
section $680.00 
(3) A supplemental search fee when required, per additional 
invention 


KKK 


8. Section 1.482 is amended by revising paragraphs (a)(1)(i), 
(a)(1)(ii), and (a)(2)({ii) to read as follows: 


$ 1.482 International preliminary examination fees. 
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(a) aK 


(1) RK 


(i) Where an international search fee as set forth in § 
1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority, a preliminary examination 


(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office, a preliminary examination 


(2) eK 


(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office 


KA 


9. Section 1.492 is amended by revising paragraphs (a), (b), 
and (d) to read as follows: 


§ 1.492 National stage fees. 


RK 


(a) The basic national fee: 

(1) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 

By a small entity (§ 1.9(f)) ...-350.00 
By other than a small entity 


(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office, but an international search fee as set 
forth in § 1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and Trademark Office as an 
International Searching Authority: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) Where an international preliminary examination fee as 
set forth in §1.482 has been paid to the United States Patent 
and Trademark Office and the international preliminary exami- 
nation report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see § 
1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application 
has been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 
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KKK 
(d) In addition to the basic national fee, if the application 


contains, or is amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


AK 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


July 24, 1996 


[1189 OG 62] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Parts 1, 2, and 7 
[Docket No. 950501124-5185-02] 
RIN 0651-AA74 


Revision of Patent and Trademark Fees 


Agency: Patent.and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent and trademark cases, Parts 1, 2 
and 7 of title 37, Code of Federal Regulations, to adjust certain 
patent and trademark fee amounts to reflect fluctuations in the 
Consumer Price Index (CPI) and to recover costs of operation, 
and is amending the requirements for recording documents on 
the Government Register. This rule also includes information 
relating to the availability of patent and trademark information 
products provided by the PTO. 

Effective Date: October 1, 1995. 

For Further Information Contact: Robert Kopson by telephone 
at (703) 305-8510, fax at (703) 305-8525, or by mail marked 
to his attention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 

Supplementary Information: This rule change is designed to 
adjust PTO fees in accordance with the applicable provisions 
of title 35, United States Code; section 31 of the Trademark 
(Lanham) Act of 1946 (15 U.S.C. 1113); and section 10101 
of the Omnibus Budget Reconciliation Act of 1990 (as amended 
by section 8001 of Public Law 103-66), all as amended by the 
Patent and Trademark Office Authorization Act of 1991 (Public 
Law 102-204). 

The cover sheet referenced in 37 CFR 7.1 (c) must be in a 
format approved by the Office. The Office of Public Records 
will maintain a list of approved formats that will meet this 
requirement. Contact the Office of Public Records at (703) 
308-9743 regarding specific questions relating to this require- 
ment and to seek approval of additional formats. 


BACKGROUND 
Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 
376. A fifty percent reduction in the fees paid under 35 U.S.C. 
41(a) and (b) by independent inventors, small business con- 
cerns, and nonprofit organizations who meet prescribed defini- 
tions is required by 35 U.S.C. 41(h). 

Subsection 41(f) of title 35, United States Code, provides 
that fees established under 35 U.S.C. 41(a) and (b) may be 
adjusted on October 1, 1992, and every year thereafter, to 
reflect fluctuations in the Consumer Price Index (CPI) over the 
previous 12 months. 

Section 10101 of the Omnibus Budget Reconciliation Act 
of 1990 (amended by section 8001 of Public Law 103-66) 
provides that there shall be a surcharge on all fees established 
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under 35 U.S.C. 41(a) and (b) to collect $111 million in fiscal 
year 1996. 

Subsection 41(d) of title 35, United States Code, authorizes 
the Commissioner to establish fees for all other processing, 
services, or materials related to patents to recover the average 
cost of providing these services or materials, except for the fees 
for recording a document affecting title, for each photocopy, and 
for each black and white copy of a patent. 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under 
the Patent Cooperation Treaty (PCT). 

Subsection 41(g) of title 35, United States Code, provides 
that new fee amounts established by the Commissioner under 
section 41 may take effect thirty days after notice in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 

Section 31 of the Trademark (Lanham) Act of 1946, as 
amended (15 U.S.C. 1113), authorizes the Commissioner to 
establish fees for the filing and processing of an application 
for the registration of a trademark or other mark, and for all 
other services and materials relating to trademarks and other 
marks. 

Section 31(a) of the Trademark (Lanham) Act of 1946 (15 
U.S.C. 1113(a)), as amended, allows trademark fees to be 
adjusted once each year to reflect, in the aggregate, any fluctua- 
tions during the preceding 12 months in the CPI. 

Section 31 also allows new trademark fee amounts to take 
effect thirty days after notice in the Federal Register and the 
Official Gazette of the United States Patent and Trademark 
Office. 


Recovery Level Determinations 


This rule adjusts patent and trademark fees for a planned 
recovery of $643,014,000 in fiscal year 1996, as proposed in 
the Administration’s budget request to the Congress. 

The patent statutory fees established by 35 U.S.C. 41(a) 
and (b) are being adjusted on October 1, 1995, to reflect any 
fluctuations occurring during the previous 12 months in the 
Consumer Price Index (CPI-U). In calculating these fluctua- 
tions, the Office of Management and Budget (OMB) has deter- 
mined that the PTO should use CPI-U data as determined by 
the Secretary of Labor. However, the Department of Labor 
does not make public the CPI-U until approximately 21 days 
after the end of the month being calculated. Therefore, the 
latest CPI-U information available is for the month of May 
1995. In accordance with previous rulemaking methodology, 
the PTO uses the Administration’s projected CPI-U for the 12- 
month period ending September 30, 1995, which is 3.2 percent. 
Based on this projection, patent statutory fees will be adjusted 
by 3.2 percent. Before the final fee schedule is published, the 
fees may be slightly adjusted based on actual data available 
from the Department of Labor. 

Certain non-statutory patent processing fees established 
under 35 U.S.C. 41(d) and PCT processing fees established 
under 35 U.S.C. 376 are being adjusted to recover their esti- 
mated average costs in fiscal year 1996. Three patent service 
fees that are set by statute will not be adjusted. The three 
fees that are not being adjusted are assignment recording fees, 
printed patent copy fees and photocopy charge fees. 

Certain trademark service fees established under 15 U.S.C. 
1113 are being adjusted to recover their estimated average costs 
in fiscal year 1996. 

The fee amounts were rounded by applying standard arith- 
metic rules so that the amounts rounded would be convenient 
to the user. Fees of $100 or more were rounded to the nearest 
$10. Fees between $2 and $99 were rounded to an even number 
so that the comparable small entity fee would be a whole 
number. 


Workload Projections 


Determination of workloads varies by fee. Principal work- 
load projection techniques are as follows: 


Patent application workloads are projected from statistical 
regression models using recent application filing trends. Patent 
issues are projected from an in-house patent production model 
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and reflect examiner production achievements and goals. Patent 
maintenance fee workloads utilize patents issued 3.5, 7.5 and 
11.5 years prior to payment and assume payment rates of 79 
percent, 55 percent and 32 percent, respectively. Service fee 
workloads follow linear trends from prior years’ activities. 


General Procedures 


Any fee amount that is paid on or after the effective date 
of the fee increase would be subject to the new fees then in 
effect. For purposes of determining the amount of the fee to 
be paid, the date of mailing indicated on a proper Certificate 
of Mailing or Transmission, where authorized under 37 CFR 
1.8, will be considered to be the date of receipt in the PTO. 
A Certificate of Mailing or Transmission under Section 1.8 is 
not “proper” for items which are specifically excluded from 
the provisions of Section 1.8. Section 1.8 should be consulted 
for those items for which a Certificate of Mailing or Transmis- 
sion is not “proper.” Such items include, inter alia, the filing 
of national and international applications for patents and the 
filing of trademark applications. However, the provisions of 
37 CFR 1.10 relating to filing papers and fees with an “Express 
Mail” certificate do apply to any paper or fee (including patent 
and trademark applications) to be filed in the PTO. If an applica- 
tion or fee is filed by “Express Mail” with a proper certificate 
dated on or after the effective date of the rules, as amended, 
the amount of the fee to be paid would be the fee established 
by the amended rules. 

A notice of final rulemaking was published at 60 FR 20195 
(April 25, 1995) wherein several new fee provisions were made 
to implement the 20-year patent term and provisional applica- 
tions. Language changes were made in 37 CFR 1.16(a), (b), 
(d), (f), and (g) which are reproduced in this final rule package. 
In addition, fees involving 37 CFR 1.17(r) and (s) are being 
adjusted by changes in the CPI to remain equal to the basic 
filing fee for a utility patent application. 


PTO Information Dissemination Products 


The PTO provides information to the public in the Patent 
Search Room and the Trademark Search Library in Arlington, 
Virginia, and at 78 Patent and Trademark Depository Libraries 
around the country. A list of the libraries is included in each 
issue of the Official Gazette of the Patent and Trademark 
Office. In addition, a number of patent and trademark search 
tools and document-delivery products, published on paper and 
on various machine-readable media, are sold directly to the 
public. 

Printed PTO publications may be ordered from the Govern- 
ment Printing Office (GPO) or one of its Book Stores located 
throughout the country. A list of patent and trademark-related 
publications with current prices and ordering information is 
available from the GPO (Subject Bibliography SB 021). 


Superintendent of Documents 
P.O. Box 371984 

Pittsburgh, Pa. !5250-7954 
Voice: 202-512-1800 

Fax: 202-512-2250 


Machine-readable publications, including magnetic tapes and 
CD-ROMs, may be ordered directly from the PTO. A printed 
catalog of machine-readable products, including current prices 
and ordering information, is available from the Office of Infor- 
mation Products Development. 


US Patent and Trademark Office 

Office of Information Products Development 
Crystal Park 3, Room 412 

Washington, D.C. 20231 

Voice: 703-308-0322 

Fax: 703-308-0493 


The catalog of machine-readable products is published in 
the Official Gazette of the Patent and Trademark Office in late 
December each year and may also be viewed on, or downloaded 
from, the PTO electronic bulletin board (703-305-8950, 8/no/ 
1) or from the PTO’s home page on the Internet (http://www.us- 
pto.gov/). 
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In order to ensure clarity in the implementation of the new 
fees, a discussion of specific sections is set forth below. 


Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a), (b), (d), and (f)-(i), is revised 
to adjust fees established therein to reflect fluctuations in the 
CPI. 

Section 1.16, paragraphs (a), (b), (d), and (g) include lan- 
guage changes relating to provisional patent applications (see 
60 FR 20195, dated April 25, 1995). 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (b)-(g) (m), (r), and (s), is revised 
to adjust fees established therein to reflect fluctuations in the 
CPI. 

Section 1.17, paragraphs (j) and (n)-(p), is revised to adjust 
fees established therein to recover costs. 


37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a)-(c), is revised to adjust fees 
established therein to reflect fluctuations in the CPI. 


37 CFR 1.19 Document supply fees. 


Section 1.19, paragraphs (a)(1)(ii) and (a)(1)(iii), is revised 
to amend the language to reflect the PTO’s most recent business 
practices. 

Section 1.19, paragraph (b)(1), is revised to adjust fees estab- 
lished therein to reflect fluctuations in the CPI. 


37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (c), (i), and (j), is revised to adjust 
fees established therein to recover costs. 

Section 1.20, paragraphs (e)-(g), is revised to adjust fees 
established therein to reflect fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraph (a)(1), is revised to adjust fees estab- 
lished therein to recover costs. 


37 CFR 1.445 International application filing, processing, and 
search fees. 


Section 1.445, paragraph (a), is revised to adjust the fees 
authorized by 35 U.S.C. 376 to recover costs. 


37 CFR 1.482 International preliminary examination fees. 

Section 1.482, paragraphs (a)(1)(i), (a)(1)(ii), and (a)(2)(ii), 
is revised to adjust the fees authorized by 35 U.S.C. 376 to 
recover costs. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a), (b) and (d), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 2.6 Trademark fees. 


Section 2.6, paragraphs (b)(1)(ii) and (b)(1)(iii), is revised 
to amend the language to reflect the PTO’s most recent business 
practices. 

Section 2.6, paragraph (b)(2), is revised to adjust fees therein 
to recover costs. 


37 CFR 7.1 Requirements 


Section 7.1, is revised to designate the current language as 
paragraph (a), and to add new paragraphs (b)-(j) to clarify that 
the requirements for patent and patent application assignment 
documents, including the requirement for the fee set forth in 
§ 1.21(h), submitted for recording also apply to instruments 
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submitted for recording on the Government Register. Sections 
7.1(b)-(d) and (f)-(i) contain language similar to that in §§ 3.21, 
3.28, 3.31, 3.34, 3.26, 3.27, and 3.41, respectively. 

Section 7.1(b), is added to provide that an instrument relating 
to a patent must identify the patent by the patent number, that 
an instrument relating to a national patent application must 
identify the national patent application by the application 
number (consisting of the series code and the serial number, 
e.g., 07/123,456) or the serial number and filing date, that an 
instrument relating to an international patent application which 
designates the United States of America must identify the inter- 
national application by the international application number 
(e.g., PCT/US90/01234), and that if an assignment is executed 
concurrently with, or subsequent to, the execution of the patent 
application, but before the patent application is filed, it must 
identify the patent application by its date of execution, name 
of each inventor, and title of the invention so that there can 
be no mistake as to the patent application intended. 

Section 7.1(c), is added to provide that each instrument sub- 
mitted to the PTO for recording must be accompanied by a 
cover sheet referring to those patent applications and patents 
against which the instrument is to be recorded, that one set of 
instruments and cover sheets to be recorded should be filed, 
and that if an instrument to be recorded is not accompanied 
by a completed cover sheet, the instrument and any incomplete 
cover sheet will be returned for proper completion of a cover 
sheet and resubmission of the instrument and a completed cover 
sheet. 

Section 7.1(d), is added to provide that each cover sheet 
must contain: (1) the name of the party conveying the interest; 
(2) the name and address of the party receiving the interest; 
(3) a description of the interest conveyed or transaction to be 
recorded; (4) each application number or patent number against 
which the instrument is to be recorded, or an indication that 
the instrument is filed together with a patent application; (5) 
the name and address of the party to whom correspondence 
concerning the request to record the instrument should be 
mailed; (6) the number of applications or patents identified in 
the cover sheet and the total fee; (7) the date the instrument 
was executed; (8) a statement by the party submitting the instru- 
ment that to the best of the person’s knowledge and belief, the 
information contained on the cover sheet is true and correct 
and any copy submitted is a true copy of the original instrument; 
and (9) the signature of the party submitting the instrument. 

Section 7.1(e), is added that each patent cover sheet required 
by paragraph (c) of this section seeking to record a govern- 
mental interest as provided by paragraph (a) of this section 
must: (1) indicate that the instrument is to be recorded on the 
governmental register, and, if applicable, that the instrument 
is to be recorded on the Secret Register. See § 7.7, and (2) 
indicate, if applicable, that the instrument to be recorded is not 
an instrument affecting title. See paragraph (j) of this section. 

Section 7.1 (f), is added to provide for the correction of 
errors in the cover sheet. Specifically, § 7.1(e), provides that 
an error in a cover sheet recorded pursuant to this Part will be 
corrected only if: (1) the error is apparent when the cover sheet 
is compared with the recorded instrument to which it pertains, 
and (2) a corrected cover sheet accompanied by the recording 
fee set forth in paragraph (i) of this section and either the 
original recorded instrument or a copy of the original recorded 
instrument is filed for recordation. 

Section 7.1(g), is added to provide that the Office will accept 
and record non-English language instruments only if accompa- 
nied by a verified English translation signed by the individual 
making the translation. 

Section 7.1(h), is added to provide that instruments and cover 
sheets to be recorded should be addressed to the Commissioner 
of Patents and Trademarks, Box Assignment, Washington, D.C. 
20231. 

Section 7.1(i), is added to provide that all requests, except 
as provided by paragraph (j) of this section, to record instru- 
ments must be accompanied by the recording fee set forth in 
§ 1.21(h) of this chapter, and that the fee set forth in § 1.21(h) 
of this chapter is required for each application and patent against 
which the instrument is recorded as identified in the cover 
sheet. 

Section 7.1 (j), is added to provide that no fee is required for 
each patent application and patent against which an instrument 
required by Executive Order 9424 (3 CFR 1943-1948 Comp.) 
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to be filed if: (1) the instrument does not affect title and is so 
identified in the cover sheet (see paragraph (e) of this section); 
and (2) the cover sheet is filed in a format approved by the 
Office. 


Response to Comments on the Rules 


A notice of proposed rulemaking to adjust certain patent and 
trademark fee amounts and to amend the requirements for 
recording an assignment to apply to documents forwarded for 
recording on the Government Register was published in the 
Federal Register on May 26, 1995, at 60 FR 27934, and in 
the Official Gazette of the United States Patent and Trademark 
Office on May 30, 1995, at 1174 OG 134. 

A public hearing was held June 29, 1995. Nine comments 
were received and considered in adopting the rules set forth 
herein. No oral testimony was presented. 


Comments: Two respondents stated that the proposed infla- 
tionary increase of patent and trademark fees is unnecessary 
because the PTO is already operating at a surplus. 

Response: Current PTO resources include carryover funds from 
fiscal year 1994. These carryover funds are partly unobligated 
balances to be carried forward, but primarily advanced fee 
payments for work to be done in fiscal year 1995. Furthermore, 
this carryover includes fee income generated from trademark- 
related products and services which, according to 35 U.S.C. 
42(c), may be used only for trademark-related activities. There- 
fore, to recover all costs associated with the processing of 
patent applications, and to remain consistent with the current 
rate of inflation, the PTO is increasing certain patent fees by 
3.2 percent as authorized by 35 U.S.C. 41(f). 

In addition, two trademark service fees were proposed to be 

increased. The adopted fee amounts will recover the average 
cost of providing the service as authorized by 35 U.S.C. 41(d), 
and will also remain consistent with the equivalent patent ser- 
vice fee amounts. 
Comments: Seven respondents objected to the proposal to 
amend the requirements for recording an assignment to apply 
to documents forwarded for recording on the Government Reg- 
ister. The respondents stated that not only are Government 
agencies required by Executive Order 9424 to forward an 
assignment to the PTO for recordation, but also the PTO lacks 
the authority under Title 35 of the United States Code to impose 
a fee for recording an assignment on the Government Register. 
Response: 35 U.S.C. 41(d)(1) provides that the Commissioner 
shall charge a fee of $40 per property for recording any docu- 
ment affecting title. An assignment is a document affecting 
title. Therefore, the Office must require a $40 recording fee 
for recording any assignment, even those being recorded on 
the Government Register. If a document to be recorded on the 
Government Register does not affect title and if it is accompa- 
nied by the appropriate cover sheet, then no fee is required. 


Other Considerations 


This final rule change is in conformity with the requirements 
of Executive Order 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501, et seq. This rulemaking contains no 
information collection within the meaning of the Paperwork 
Reduction Act. This final rule has been determined not to be 
significant for purposes of Executive Order 12866. 

The PTO has determined that this final rule change has no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
the final rule change would not have a significant impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). The final rule change increases fees to 
reflect the change in the CPI as authorized by 35 U.S.C. 41(f). 
Further, the principal impact of the major patent fees has already 
been taken into account in 35 U.S.C. 41(h), which provides 
small entities with a 50-percent reduction in the major patent 
fees. 

A comparison of existing and new fee amounts is included 
as an Appendix to this notice of final rulemaking. 


OFFICIAL GAZETTE 


Lists of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Inventions and 
patents, Reporting and record keeping requirements, Small 
businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 CFR Part 7 


Administrative practice and procedure, Inventions and 
patents, Reporting and record keeping requirements. 

For the reasons set forth in the preamble, the PTO is 
amending title 37 of the Code of Federal Regulations, Chapter 
1, Part 1, as set forth below. 


Part | - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a), (b), (d), 
and (f) through (i), to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


* KKK 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(If the additional fees required by paragraphs (b), (c), and 
(d) of this section are not paid on filing or on later presentation 
of the claims for which the additional fees are due, they must 
be paid or the claims canceled by amendment prior to the 
expiration of the time period set for response by the Office in 
any notice of fee deficiency.) 


2k OK 
(f) Basic fee for filing each design application 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 
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By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


RRR 


3. Section 1.17 is amended by revising paragraphs (b) through 
(g), (j), (m) through (p), (r), and (s) to read as follows: 


§ 1.17 Patent application processing fees. 


KKK 


(b) Extension fee for response within second month pursuant 
to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) Extension fee for response within third month pursuant to 


§ 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity... 


(d) Extension fee for response within fourth month pursuant 
to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small entity 


(g) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


eK 


(j) For filing a petition to institute a public use proceeding 


under § 1.292 $1,430.00 


AK AK 


(m) For filing a petition: 


(1) For revival of an unintentionally abandoned application, 
or 

(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(n) For requesting publication of a statutory invention registra- 
tion prior to the mailing of the first examiner’s action pursuant 
to § 1.104—$870.00 reduced by the amount of the application 
basic filing fee paid. 
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(0) For requesting publication of a statutory invention registra- 
tion after the mailing of the first examiner’s action pursuant 
to § 1.104—$1,740.00 reduced by the amount of the application 
basic filing fee paid. 


(p) For submission of an information disclosure statement under 
§ 1.97(c) 


RREK 


(r) For entry of a submission after final rejection under 


§1.129(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(s) For each additional invention requested to be examined 
under § 1.129(b): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


5. Section 1.19 is amended by revising paragraphs (a)(1)(ii), 
(a)(1)(iii), (b)(1)(i), and (b)(1)(ii) to read as follows: 


§ 1.19 Document supply fees. 


RAK 


(a) bred 


(1) *** 
AK 


(ii) Overnight delivery to PTO Box or 

overnight fax . 

(iii) Expedited service for copy ordered by expedit 
mail or fax delivery service and delivered to the customer 
within two workdays 


RAK 


(b) *** 


(1) *** 


(i) Regular service 
(ii) Expedited regular service 


RK 


6. Section 1.20 is amended by revising paragraphs (c), (e) 
through (g), (i)(1), (i)(2), and (j) to read as follows: 


$ 1.20 Post issuance fees. 


ERE 
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(c) For filing a request for reexamination 
(§ 1.510(a)) 


REREE 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after the original grant 


By a small entity (§ 1.9(f)) 
By other than a small entity 


REEKE 
(i) bee 


(1) unavoidable 
(2) unintentional 


EEEE 


(j) For filing an application for extension of the term of a patent 
(§ 1.740) 


7. Section 1.21 is amended by revising paragraph (a)(1) to read 
as follows: 


§ 1.21 Miscellaneous fees and charges. 


KEE 


(a) bd 


(1) For admission to examination for registration to practice: 
fee payable upon application 


*HEKE 


8. Section 1.445 is amended by revising paragraph (a) to read 
as follows: 


§ 1.445 International application filing, processing and search 
fees. 


(a) The following fees and charges for international applications 
are established by the Commissioner under the authority of 35 
U.S.C. 376: 


(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT Rule 

$220.00 

(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) 
where: 


(i) No corresponding prior United States national applica- 
tion with basic filing fee has been filed . 

(ii) A corresponding prior United States national applica- 
tion with basic filing fee has been filed 


(3) A supplemental search fee when required, per additional 
invention $ 


EEE 
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9. Section 1.482 is amended by revising paragraphs (a)(1)(i), 
(a)(1)(ii), and (a)(2)(ii) to read as follows: 


$ 1.482 International preliminary examination fees. 


(a) ORE 


(1) A preliminary examination fee is due on filing the 
mand: 


(i) Where an international search fee as set forth in § 
1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority, a preliminary examination 


international application was an authority other than the United 
States Patent and Trademark Office, a preliminary examination 


(2) *** 


(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office 


HEEKE 


10. Section 1.492 is amended by revising paragraphs (a), (b), 
and (d) to read as follows: 


§ 1.492 National stage fees. 


REKKK 


(a) The basic national fee: 


(1) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office, but an international search fee as set 
forth in § 1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and Trademark Office as an 
International Searching Authority: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office and the international preliminary exami- 
nation report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see § 
1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application 
has been prepared by the European Patent Office or the Japanese 
Patent Office: 
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By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KAA 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


RK 
Part 2 - Rules of Practice in Trademark Cases 


1. The authority citation for 37 CFR Part 2 would continue to 
read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (b)(1)(ii), 
(b)(1)(iii), (b)(2)(i), and (b)(2)(ii) to read as follows: 


$ 2.6 Trademark fees. 
RE 
(b) *** 

(1) *** 


RAK 


(ii) Overnight delivery to PTO Box or overnight 

(iii) Expedited service for copy ordered by expedited mail 
or fax delivery service and delivered to the customer within 
two work days 


KK 
(2) KK 


(i) Regular service 
(ii) Expedited local service 


KK 
Part 7 - Register of Government Interests in Patents 


1. The authority citation for 37 CFR Part 7 would continue to 
read as follows: 


Authority: E.O. 9424, February 18, 1944, 9 FR 1959; 3 CFR 
1943-1948 Comp. 


2. Section 7.1 is revised to read as follows: 


a) Executive Order 9424 (3 CFR 1943-1948 Comp.) requires 
the several departments and other executive agencies of the 
Government, including Government-owned or Government- 
controlled corporations, to forward promptly to the Commis- 
sioner of Patents and Trademarks for recording all licenses, 
assignments, or other interests of the Government in or under 
patents or applications for patents. 


(b) An instrument relating to a patent must identify the patent 
by the patent number. An instrument relating to a national 
patent application must identify the national patent application 
by the application number (consisting of the series code and 
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the serial number, e.g., 07/123,456) or the serial number and 
filing date. An instrument relating to an international patent 
application which designates the United States of America 
must identify the international application by the international 
application number (e.g., PCT/US90/01234). If an assignment 
is executed concurrently with, or subsequent to, the execution 
of the patent application, but before the patent application is 
filed, it must identify the patent application by its date of 
execution, name of each inventor, and title of the invention 
so that there can be no mistake as to the patent application 
intended. 


(c) Each instrument submitted to the Office for recording must 
be accompanied by at least one cover sheet as specified in 
paragraph (d) of this section referring to those patent applica- 
tions and patents against which the instrument is to be recorded. 
Only one set of instruments and cover sheets to be recorded 
should be filed. If an instrument to be recorded is not accompa- 
nied by a completed cover sheet, the instrument and any incom- 
plete cover sheet will be returned for proper completion of a 
cover sheet and resubmission of the instrument and a completed 
cover sheet. 


(d) Each cover sheet required by paragraph (c) of this section 
must contain: 


(1) the name of the party conveying the interest; 

(2) the name and address of the party receiving the interest; 

(3) a description of the interest conveyed or transaction to 
be recorded; 

(4) each application number or patent number against which 
the instrument is to be recorded, or an indication that the 
instrument is filed together with a patent application; 

(5) the name and address of the party to whom correspon- 
dence concerning the request to record the instrument should 
be mailed; 

(6) the number of applications or patents identified in the 
cover sheet and the total fee; 

(7) the date the instrument was executed; 

(8) a statement by the party submitting the instrument that 
to the best of the person’s knowledge and belief, the information 
contained on the cover sheet is true and correct and any copy 
submitted is a true copy of the original instrument; and 

(9) the signature of the party submitting the instrument. 


(e) Each patent cover sheet required by paragraph (c) of this 
section seeking to record a governmental interest as provided 
by paragraph (a) of this section must: 


(1) indicate that the instrument is to be recorded on the 
governmental register, and, if applicable, that the instrument 
is to be recorded on the Secret Register. See § 7.7. 

(2) indicate, if applicable, that the instrument to be recorded 
is not an instrument affecting title. See paragraph (j) of this 
section. 


(f) An error in a cover sheet recorded pursuant to this Part will 
be corrected only if: 


(1) the error is apparent when the cover sheet is compared 
with the recorded instrument to which it pertains, and 

(2) a corrected cover sheet accompanied by the recording 
fee set forth in paragraph (i) of this section and either the 
original recorded instrument or a copy of the original recorded 
instrument is filed for recordation. 


(g) The Office will accept and record non-English language 
instruments only if accompanied by a verified English transla- 
tion signed by the individual making the translation. 


(h) Instruments and cover sheets to be recorded should be 
addressed to the Commissioner of Patents and Trademarks, 
Box Assignment, Washington, D.C. 20231. 


(i) All requests to record instruments must be accompanied by 
the appropriate fee. Except as provided in paragraph (j) of this 
section, a recording fee set forth in § 1.21(h) of this chapter 
fee is required for each application and patent against which 
the instrument is recorded as identified in the cover sheet. 


(j) No fee is required for each patent application and patent 
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against which an instrument required by Executive Order 9424 
(3 CFR 1943 - 1948 Comp.) to be filed if: 


(1) the instrument does not affect title and is so identified 
in the cover sheet (see paragraph (e) of this section); and 

(2) the cover sheet is filed in a format approved by the 
Office. 


August 4, 1995 BRUCE A. LEHMAN 
Secretary of Commerce and 


Commissioner of Patents and Trademarks 
(1177 O.G. 171] 


DEPARTMENT OF COMMERCE 
Billing Code: 3510-16M 


Patent and Trademark Office 
37 CFR Parts 1 and 2 


[Docket Ne. 920401-2194] 
RIN 0651-AA54 


Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent and trademark cases, Parts | and 
2 of title 37, Code of Federal Regulations, to adjust certain 
patent and trademark fee amounts to reflect fluctuations in the 
Consumer Price Index (CPI) and to recover costs of operation. 
The PTO is also establishing fees for providing public access 
to APS-Text in Patent and Trademark Depository Libraries 
(PTDLs), and for dividing a trademark application. In response 
to comments received from the Libraries in which they 
expressed their concerns about the administrative burdens of 
collecting fees from the public for use of APS-Test, the Com- 
missioner is immediately suspending collection of that fee to 
provide additional time for the PTO to solicit input from the 
private sector on alternative collection methods, and other 
options for accessing patent search and retrieval in the Libraries. 
Dates: Effective Date: October 1, 1992. Rule 1.21(p) will take 
effect on October 1, 1992 but will immediately be suspended 
by the Commissioner. Comment Date: The PTO will accept 
comments on alternative collection methods, and other options 
for accessing patent search and retrieval in the PTDLs (37 CFR 
1.21(p)) until January 4, 1993. The Office will provide written 
notice in the Federal Register and the Official Gazette of the 
United States Patent and Trademark Office thirty days before 
starting to collect fees for accessing APS-Text in the PTDLs. 
Addresses: Address written comments to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231, Attention: 
Frances Michalkewicz, Suite 507, Crystal Park 1, or by FAX 
to (703) 305-8436. 

For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 305-8510 or by mail marked to her attention 
and addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: This rule change is designed to 
adjust the Patent and Trademark Office fees in accordance with 
the applicable provisions of title 35, United States Code, section 
31 of the Trademark (Lanham) Act of 1946 (15 U.S.C. 1113), 
and section 10101 of the Omnibus Budget Reconciliation Act 
of 1990 (Public Law 101-508), all as amended by the Patent 
and Trademark Office Authorization Act of 1991 (Public Law 
102-204). 


Background: 


Statutory Provisions: Patent fees are authorized by 35 U.S.C. 
41 and 35 U.S.C. 376. A 50 percent reduction in the fees paid 
under 35 U.S.C. 41(a) and 41(b) by independent in-ventors, 
small business concerns, and nonprofit organizations who meet 
prescribed definitions is authorized by 35 U.S.C. 41(h). 
Subsection 41(f) of title 35, United States Code, provides 
that fees established under 35 U.S.C. 41(a) and (b) may be 
adjusted on October 1, 1992, and every year thereafter, to 
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reflect fluctuations in the Consumer Price Index (CPI) over the 
previous 12 months. 

Section 10101 of the Omnibus Budget Reconciliation Act 
of 1990 (Pub. L. 101-508) provides that there shall be a sur- 
charge on all fees established under 35 U.S.C. 41(a) and 41(b) 
to collect $99 million in fiscal year 1993. 

Subsection 41(d) of title 35, United States Code, authorizes 
the Commissioner to establish fees for all other processing, 
services, or materials related to patents to recover the average 
cost of providing these services or materials, except for the fees 
for recording a document affecting title, for each photocopy, and 
for each black and white copy of a patent. 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under 
the Patent Cooperation Treaty. 

Subsection 41(g) of title 35, United States Code, provides 
that new fee amounts established by the Commissioner under 
section 41 may take effect thirty days after notice in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 

Subsection 41(i)(3) of title 35, United States Code, authorizes 
the Commissioner to establish reasonable fees for access to 
automated search systems of the PTO. 

Section 31 of the Trademark (Lanham) Act of 1946, as 
amended (15 U.S.C. 1113), authorizes the Commissioner to 
establish fees for the filing and processing of an application 
for the registration of a trademark or other mark, and for all 
other services and materials furnished by the PTO relating to 
trademarks and other marks. 

Section 31(a) of the Trademark (Lanham) Act of 1946 (15 
U.S.C. 1113(a)), as amended, allows trademark fees to be 
adjusted once each year to reflect, in the aggregate, any fluctua- 
tions during the preceding 12 months in the CPI. 

Section 31 also allows new fee amounts to take effect thirty 
days after notice in the Federal Registration and the Official 
Gazette of the Patent and Trademark Office. 


Recovery Level Determination: Fees have been adjusted for 
a planned recovery of $486,000,000 in fiscal year 1993, as 
proposed in the Administration’s budget request to the Con- 
gress. 

Fees established by 35 U.S.C. 41(a) and 41(b) (patent statu- 
tory fees) may be adjusted on October 1, 1992, to reflect any 
fluctuations occurring during the previous 12 months in the 
CPI. The Office of Management and Budget (OMB) has deter- 
mined that the PTO should use Consumer Price Index-U to 
adjust patent statutory fees. The Department of Labor’s Con- 
sumer Price Index is made public approximately 21 days after 
the end of the month being calculated. The patent statutory 
fees are being adjusted by 3.3 percent, which reflects the 
Administration’s projected Consumer Price Index-U for the 
12-month period beginning October 1, 1991. 

The patent statutory fees established by rule (56 FR 65142) 
on December 13, 1991, are being adjusted by the projected 
changes in the CPI of 3.3 percent. Amounts were rounded by 
applying standard arithmetic rules so that the amounts rounded 
would be convenient to the user. Fees of $100 or more were 
rounded to the nearest $10. Fees between $2 and $99 were 
rounded to an even number so that the comparable small entity 
fee would be a whole number. 

Patent statutory fees also are subject to the provisions of the 
Omnibus Budget Reconciliation Act of 1990, as amended by 
Public Law 102-204. These provisions require that $99 million 
be collected in fiscal year 1993 for deficit reduction purposes 
in lieu of seeking general taxpayer funds from the U.S. Trea- 
sury. The $99 million is deposited in a special account in the 
U.S. Treasury, and is reserved exclusively for use by the PTO, 
and is made available to the PTO through the appropriation 


_ process. 


In establishing the 1993 patent statutory fees, the PTO 
applied the projected Consumer Price Index-U rate of 3.3 per- 
cent to¢he 1992 fees. The 1993 fees were rounded as explained 
above. Of the total amount of section 41(a) and (b) income 
expected to be collected in 1993, $99 million must be deposited 
to the Fee Surcharge Fund. 

Non-statutory patent service fees established under section 
41(d) of title 35, United States Code, as amended, and PCT 
processing fees are being adjusted to recover planned costs in 
1993, except in the case of three patent service fees set by 
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statue. The three fees are assignment recording fees, printed 
patent copy fees and photocopy charge fees. 

Trademark fees are being adjusted in fiscal year 1993, in 
the aggregate, to reflect changes over the prior 12 months in 
the CPI. The OMB has determined that the PTO should use 
Consumer Price Index-U to adjust trademark fees, which is 
made public by the Department of Labor approximately 21 
days after the end of the month being calculated. The trademark 
fees are being adjusted, in the aggregate, by 3.3 percent, which 
reflects the Administration’s projected Consumer Price Index- 
U for the 12 month period beginning October 1, 1991. The 
PTO is adjusting only two trademark fees in 1993: for filing 
an application (37 CFR § 2.6(a)(1)) and for assignment records, 
abstract of title and certification (37 CFR § 2.6(b)(7)). One 
new fee is being set for dividing an application (37 CFR 2.6 
(a)(19)). No other trademark fees are changing in 1993. The 
net effect of these changes is to increase trademark fees, in the 
aggregate, by 3.3 percent, the expected Consumer Price Index- 
U rate for the prior 12 month period. 


Workload Projections: Determination of workloads varies by 
fee. Principal workload projection techniques are as follows: 


Patent and trademark application workloads are projected 

from statistical regression models using recent application filing 
trends. Patent issues are projected from an inhouse patent pro- 
duction model and reflect examiner production achievements 
and goals. Patent maintenance fee workloads utilize patents 
issued 3.5, 7.5 and 11.5 years prior to payment and assume 
payment rates of 75 percent, 50 percent and 25 percent, respec- 
tively. Trademark affidavit projections are based on filing trends 
for marks registered five to six years prior to 1993. Trademark 
renewal projections are based on marks registered 20 years 
prior to 1993. Service fee workloads follow linear trends from 
prior year activities. 
Public Access to Automated Systems: In April 1989, the PTO 
began providing access to APS-Text in the Patent Search Room 
at its facilities in Arlington, Virginia. On February 12, 1990, 
the PTO began charging a fee for access to APS-Text in the 
Patent Search Room. In September 1991, the PTO began pro- 
viding, without charge, APS-Text to 14 Patent and Trademark 
Depository Libraries (PTDLs) as a pilot test program. APS- 
Text provides users of the patent search files with a value added 
search tool that enables them to conduct more comprehensive 
searches. 

Although many PTDLs believe that government information 
should be available to the public free of charge, the PTO’s 
fiscal year 1993 budget does not include any general taxpayer 
funds, but requires that all of the expenses of the PTO be 
recovered through user fees. These expenses include the cost 
of providing APS-Text to the public, both in the Patent Search 
Room in Virginia and at the PTDLs. Continuation of this service 
in the PTDLs, without direct charge to the users of the auto- 
mated system, would require support from all other customers 
who pay for products and services from the PTO. 

A second issue raised by many PTDLs concerns the method 
that PTO would use to collect fees from the users of APS-Text 
in the PTDLs. Users of APS-Text in the Patent Search Room 
pay for use of the system directly to the PTO. PTDLs have 
commented that collecting fees would be an administrative 
burden for many, while some are legally precluded from col- 
lecting fees. 

The PTO has a strong interest in expanding access to APS- 
Text to all PTDLs that wish to participate, but considers allo- 
cating user fees paid for other products and services to subsidize 
this effort to be inappropriate. Therefore, PTO concludes that 
establishment of a fees for access to APS-Text is necessary. 

At the same time, PTO wants to limit the administrative 
burden imposed on the PTDLs to collect user fees. Therefore, 
PTO intends to enter into an agreement establishing a service 
bureau arrangement for administering the collection of fees at 
participating PTDLs. This arrangement provides one alternative 
for providing administrative services, but PTO is seeking others. 
Therefore, through this rulemaking notice, the PTO is soliciting 
alternatives from other organizations, including the libraries 
themselves, for providing the administrative services associated 
with APS-Text. Likewise, the Office would like to consider 
other options for accessing patent search and retrieval in the 
PTDLs. The PTO will accept comments on alternative collec- 
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tion methods, and other options for accessing patent search and 
retrieval in the PTDLs until January 4, 1993. 

In rule 1.21(p), the PTO is establishing a $70 per connect 
hour fee to recover the cost of providing APS-Text services 
in participating PTDLs, but the Commissioner is immediately 
suspending collection of that fee until alternative methods of 
collecting the fee from users of APS-Text in the PTDLs are 
identified. Although access to the 14 pilot PTDLs will continue 
for further evaluation purposes, the PTO will not extend access 
to additional PTDLs until a fee collection arrangement is estab- 
lished. Section 41(i)(3) of 35 U.S.C. states that if PTO estab- 
lishes fees for access to the automated search system “a limited 
amount of free access shall be made available to users of the 
systems for purposes of education and training.” 

The $70 per connect hour fee amount established by this 
rule is based on a calculation of the costs of PTO services, and 
preliminary cost estimates that were provided by a potential 
service bureau contractor. The cost elements for PTO include 
training; training software for personal computers (to be devel- 
oped); manuals and documentation; additional mainframe CPU; 
and additional staff time for client support. The cost elements 
for services provided by the service bureau include billing, 
account administration, and user support; telecommunication 
costs to the network; and the Messenger Software enhancement 
fee. 

After PTO has evaluated other options for a service bureau 
arrangement, a notice will be published in the Federal Registra- 
tion and the Official Gazette of the Patent and Trademark 
Office. At that time, PTO will provide administrative proce- 
dures for public use of APS-Text in the PTDLs. Depending 
on responses to the solicitation for alternatives for providing 
the administrative services associated with APS-Text, the fee 
amount could be reduced at that time. 


General Procedures: Any fee amount that is paid on or after 
October 1, 1992, would be subject to the new fees then in 
effect. For purposes of determining the amount of the fee to 
be paid, the date of mailing indicated on a proper Certificate 
of Mailing, where authorized under 37 CFR 1.8, will be consid- 
ered to be the date of receipt in the PTO. A “Certificate of 
Mailing under Section 1.8” is not “proper” for items which are 
specifically excluded from the provisions of § 1.8. Section 1.8 
should be consulted for those items for which a Certificate of 
Mailing is not “proper.” Such items include, inter alia, the 
filing of national and international applications for patents and 
the filing of trademark applications. However, the provisions 
of 37 CFR 1.10 relating to filing papers and fees with an 
“Express Mail” certificate do apply to any paper or fee 
(including patent and trademark applications) to be filed in the 
PTO. If an application or fee is filed by “Express Mail” with 
a proper certificate dated on or after the effective date of the 
rules, as amended, the amount of the fee to be paid would be 
the fee established by the amended rules. 

A comparison of existing and revised fee amounts is included 
as an Appendix to this final rule. 

In order to ensure clarity in the implementation of the revised 
fees, a discussion of specific sections is set forth below. 


DISCUSSION OF SPECIFIC RULES 
37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a)-(d) and (f)-(j), is revised to 
adjust patent application filing fees to reflect fluctuations in 
the CPI. 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (b)-(g), and (m), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


Section 1.17, paragraphs (j), (n) and (0), is revised to adjust 
fees established therein to recover costs. 


37 CFR 1.18 Patent issue fees. 
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Section 1.18, paragraphs (a)-(c), is revised to adjust the issue 
fee for each original or reissue patent to reflect fluctuations in 
the CPI. 


37 CFR 1.19 Document supply fees. 


Section 1.19, subparagraph (b)(4) and paragraphs (f) and 
(h), is revised to adjust fees established therein to recover costs. 


37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (a), (c) and (i), is revised to adjust 
fees established therein to recover costs. 


Section 1.20, paragraphs (e)-(g), is revised to adjust fees 
established therein to reflect fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, subparagraphs (a)(1), (a)(5), (a)(6), (b)(2), 
(b)(3), and paragraphs (e) and (i), is revised to adjust fees 
established therein to recover costs. 


Section 1.21, paragraph (p), is added to establish the fee for 
providing public access to the Automated Patent System full- 
text search (APS-Text) capability in Patent and Trademark 
Depository Libraries. The $70.00 per connect hour fee would 
recover the marginal cost of providing the service to the public, 
including the cost for a service bureau to handle billing, account 
administration, and user support. 


37 CFR 1.26 Refunds. 


Section 1.26, paragraph (a), is revised to increase the min- 
imum amount of a refund, without a request, from one dollar 
to twenty-five dollars in accordance with the Treasury Fiscal 
Manual, Volume One, Part Six, Chapter 3000. 

Section 1.26, paragraph (c), is revised to provide for a refund 
of $1,690 if the Commissioner decides not to institute reexami- 


nation proceedings. The $1,690 refund would apply to those 
instances where the reexamination fee of $2,250 under 37 CFR 
1.20(c) was paid. The current $1,635 refund would be made 
in those cases where the current $2,180 reexamination fee was 


paid. 


37 CFR 1.445 International application filing, processing, and 
search fees. 


Section 1.445, is revised to adjust the fees authorized by 35 
U.S.C. 376 to recover costs. 


37 CFR 1.482 International preliminary examination fees. 


Section 1.482, subparagraphs (a)(1), and (a)(2)(ii), is revised 
to adjust the fees authorized by 35 U.S.C. 376 to recover costs. 


37 CFR 1.492 National stage fees. 


Section 1.492, subparagraphs (a)(1)-(a)(3), and paragraphs 
(b)-(d), is revised to adjust fees established therein to reflect 
fluctuations in the CPI. 

Section 1.492, subparagraph (a)(5), is revised to adjust the 
fee authorized by 35 U.S.C. 376 to recover costs. 


37 CFR 2.6 Trademark fees. 


Section 2.6, subparagraphs (a)(1) and (b)(7), is revised to 
adjust the fees authorized by the Trademark (Lanham) Act of 
1946 to reflect fluctuations in the CPI. 

New section 2.6(a)( 19), is added to establish a fee for dividing 
a trademark application in accordance with 37 CFR 2.87. Sec- 
tion 2.6(a)( 19) is revised from the proposal by adding the words 
“file wrapper” to clarify that the fee amount is due for each 
new file wrapper created. 


37 CFR 2.87 Dividing an Application. 


Section 2.87, is revised to establish a fee for dividing an 
application into two or more applications. Currently, no fee is 
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charged for the physical act of dividing an application. Experi- 
ence to date reveals that the creation of so-called “divisional” 
applications is labor intensive. For that reason, and because 
the creation of a divisional application is a significant benefit 
to an applicant, the PTO will charge a fee for dividing an 
application. The fee will be due for each new file wrapper 
created. 

Section 2.87, is revised to divide paragraph (a) into para- 

graphs (a) and (b), and renumber paragraphs (b) and (c) as (c) 
and (d). 
Response to Comments on the Rules: A notice of proposed 
rulemaking to adjust patent and trademark fees in accordance 
with the proposed provisions of Public Law 102-204 was pub- 
lished in the Federal Register on May 20, 1992, at 57 FR 
21536, and in the Official Gazette on May 26, 1992, at 1138 
OG 58. Corrections were published in the Federal Register on 
June 2, 1992, at 57 FR 23257. 

A public hearing was held on June 24, 1992. A total of 28 
comments were received: 27 respondents submitted written 
comments and three people presented oral testimony (two of 
whom also submitted written comments) at the public hearing. 
Over half of the comments received represented the views of 
libraries. All of the written and oral comments were considered 
in adopting the rules set forth herein. 


Comment: Two people claimed that the proposed fees for filing 
an application under the Patent Cooperation Treaty (PCT) is 
discriminatory against applicants who file under the PCT route. 
Response: The PTO is undertaking a thorough analysis of all 
PCT fees. The results of this analysis, and the recommendations 
concerning PTO’s fee structure to be made to the Secretary of 
Commerce by the Advisory Commission on Patent Law 
Reform, will be taken into consideration when PTO proposes 
the fiscal year 1994 fee adjustments. 

Comment: One respondent, although not objecting to the pro- 
posed 3.3 percent fee increase, suggested that the PTO may 
be understating its projected income from maintenance fees 
which could be used to offset inflationary increases and possibly 
reduce PCT fees. 

Response: When maintenance fees first were imposed, the 
Office looked at historical payment trends experienced by other 
offices, such as the European Patent Office. The PTO conserva- 
tively projected the number of maintenance fees to be paid for 
two reasons. First, there is not a long history of maintenance 
fee payments on which to base income projections; for example, 
second stage maintenance fees only recently have started to 
come due, and third stage maintenance fees will not become 
due for many patent owners until 1995. Second, the percentage 
of patent owners paying second stage maintenance fees in recent 
months has declined from the renewal rate that was experienced 
during the first year that second stage maintenance fees were 
paid. Therefore, PTO is properly conservative in its mainte- 
nance fee payment projections. We will conduct a comprehen- 
sive analysis of projected maintenance fee payments prior to 
proposing the fiscal year 1994 fee adjustment. 

Comment: Eighteen respondents opposed establishment of fees 
for the public to access APS-Text at the Patent and Trademark 
Depository Libraries, primarily because the public has a right 
to free access to patent information. One person asked about 
administrative procedures for providing APS-Text in the 
PTDLs, and suggested that CD-ROM products continue to be 
made available free of charge and access fees for APS-Text 
be kept as low as possible. 

Response: As a fully fee-funded agency, the costs to the PTO 
of providing access to APS-Text in the 74 Patent and Trademark 
Depository Libraries (PTDLs) would have to be borne either 
by the individual users of the system, or by all users of the 
patent system (e.g., patent applicants). In June 1988, the PTO 
published in 53 Federal Register 23677 the results of comments 
solicited on alternatives for funding access to the PTO’s auto- 
mated systems. In response, the PTO received 21 comments, 
12 of which advocated the use of taxpayer revenues, and seven 
supported at least some reliance on user fees. The latter based 
their decisions on the reality of budget deficit problems; the 
inequity of providing taxpayer funds to subsidize on-line 
searchers who charge fees for their services; and the need to 
have an equitable fee structure that applies throughout the 
United States. 
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The PTO has a strong interest in expanding access to APS- 
Text to all PTDLs that wish to participate, with the least amount 
of administrative burden to the PTDLs, but considers allocating 
user fees paid for other products and services to subsidize this 
effort to be inappropriate. Therefore, the PTO is establishing 
a fee of $70 per connect hour for accessing APS-Text in the 
PTDLs, which includes the cost of having a service bureau 
provide billing, account administrative, and user support. How- 
ever, the Commissioner is immediately suspending collection 
of that fee to provide additional time to solicit comments 
through this rulemaking for providing the administrative ser- 
vices associated with APS-Text. Likewise, the Office would 
like to consider other options for accessing patent search and 
retrieval in the PTDLs. The Office will publish a notice in 
the Federal Register and the Official Gazette of the Patent 
Trademark Office thirty days before it begins collecting a fee 
for public access tThe PTO has a strong interest in expanding 
access to APS-Text to all PTDLs that wish to participate, with 
the least amount of administrative burden to the PTDLs, but 
considers allocating user fees paid for other products and ser- 
vices to subsidize this effort to be inappropriate. Therefore, the 
PTO is establishing a fee of $70 per connect hour for accessing 
APS-Text in the PTDLs, which includes the cost of having a 
service bureau provide billing, account administrative, and user 
support. However, the Commissioner is immediately sus- 
pending collection of that fee to provide additional time to 
solicit comments through this rulemaking for providing the 
administrative services associated with APS-Text. Likewise, 
the Office would like to consider other options for accessing 
patent search and retrieval in the PTDLs. The Office will pub- 
lish a notice in the Federal Register and the Official Gazette 
of the Patent Trademark Office thirty days before it begins 
collecting a fee for public access to APS-Text in the PTDLs. 
Comment: One respondent claimed that proposed 37 CFR 
1.21(p) is not in accord with the rulemaking provision of 5 
U.S.C. 553(b) which requires that the issues involved be 
described in the notice of proposed rulemaking. 

Response: The Notice of Proposed Rulemaking 57 FR 21536, 
referenced 35 U.S.C. 41(i)(3) which authorizes the Commis- 
sioner to establish reasonable fees for access to automated 
search systems of the PTO. Further in the notice at 57 FR 
21537, under the discussion of the proposed revision to 37 
CFR § 1.21, it was stated that the proposed $40.00 fee would 
recover the PTO’s estimated marginal cost of providing the 
service to the PTDLs. The notice also indicated the PTO was 
investigating the use of a contract service bureau to provide 
access in which case the fee would be approximately $70.00. 
This fully described the issue involved in the proposed rule 
change. 

Comment: Two respondents commented on the administrative 
burden caused by a change to the fee structure at this time, 
particularly in light of prior fee changes and the small amount 
of the adjustment. 

Response : The PTO proposed to adjust its fees because opera- 
ting costs have increased over the past year. The Commissioner 
is authorized to adjust patent and trademark fees on October 
1, 1992 and every year thereafter to reflect fluctuations in the 
Consumer Price Index over the prior twelve months. Future 
charges are expected to occur annually on October Ist. The 
fee increases that will be implemented on October 1, 1992, are 
expected to generate $15.1 million. Without this revenue, PTO 
would be forced to make cuts in patent and trademark operations 
that would affect the quality of examination. 

Comment: One person expressed concern about the quality and 
timeliness of services for which new or increased fees are 
proposed, complaining specifically of the delay in receiving 
an official filing receipt when a trademark application is divided 
and in the recording of assignments. 

Response: A major objective of the Office is to assure contin- 
uous quality improvements throughout all operations. The 
Office has taken steps to address the areas of concern identified. 
Comment: One organization and one person objected to the 
PTO’s sole reliance on fee income, particularly for funding 
automation development costs. 

Response: The Omnibus Budget Reconciliation Act of 1990 
requires that a user fee surcharge on certain patent fees replace 
taxpayer funds for the five year period 1991-1995. Whether 
PTO should receive funds from other sources in future fiscal 
years is beyond the scope of the rule package. 
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The automation programs, which are funded from user fees, 
are designed to improve the quality and timeliness of PTO 
services and products, and to discontinue reliance on manual 
processes and paper references. 

Comment: One person said that small entities do not benefit 
from the 50 percent reduction to certain patent fees, because 
many small companies, particularly those in high technology 
areas, must license their patent rights and thus pay large entity 
status fees. 

Response: The purpose of the small entity subsidy is to ensure 
that individual inventors, small businesses and non-profit orga- 
nizations are not barred from using the patent system because 
of the PTO’s fee structure. Once a small entity assigns the 
rights to a patent application or a patent to a large entity, 
presumably receiving compensation from the large entity, the 
reduced fee amounts no longer apply. 

Comment: One organization said that trademark fees appear to 
be justified but PTO must ensure that trademark functions are 
being discharged in the most efficient and economical manner. 
For example, the organization questioned whether it is efficient 
for the Office to continue to maintain a paper search file and 
to continue to pay the General Services Administration (GSA) 
for building services. 

Response: The Office is committed to ensuring that its trade- 
mark functions are being discharged effectively and, as part of 
its quality improvement program, is currently reviewing various 
work-related processes. No decision has yet been made as to 
when the paper search file will be eliminated and no such 
decision will be made until the public has been given an oppor- 
tunity to comment. The Office has asked GSA to review the 
level of charges assessed in light of current market conditions. 


Other Considerations: The rule change is in conformity with 
the requirements of the Regulatory Flexibility Act (Pub. L. 96- 
354); Executive Orders 12291 and 12612; and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501, et seq. There are 
no information collection requirements relating to patent and 
trademark fee rules. 

The PTO has determined that this notice has no Federalism 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change would not have a signifi- 
cant adverse impact on a substantial number of small entities 
(Regulatory Flexibility Act, Pub. L. 96-354). The rule change 
increases fees by changes in the CPI as authorized by 35 U.S.C. 
41(f). Further, the principal impact of the major patent fees 
has already been taken into account in 35 U.S.C. 41(h), which 
provides small entities with a 50-percent reduction in the major 
patent fees. 

The PTO has determined that this rule change is not a major 
rule under Executive Order 12291. The annual effect on the 
economy would be less than $100 million. There would be no 
major increase in costs or prices for consumers; individual 
industries; Federal, state, or local government agencies; or geo- 
graphic regions. There would be no significant adverse effects 
on competition, employment, investment, productivity, or inno- 
vation, or on the ability of United States-based enterprises to 
complete with foreign-based enterprises in domestic or export 
markets. 


List of Subjects 

37 CFR Part 1 

Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record 
keeping requirements, Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


For the reasons set forth in the preamble, the PTO is 
amending title 37 of the Code of Federal Regulations, Chapter 
I, as set forth below. 
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Part 1-Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a)-(d), the 
parenthetical following paragraph (d), paragraphs (f)-(j), and 
the note at the end of the section to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except design or plant cases: 
By a small entity (§ 1.19(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
for filing or later presentation of each independent claim in 
excess of 3: 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(c) In addition to the basic filing fee in an original application, 
for filing or later presentation of each claim (whether indepen- 
dent or dependent) in excess of 20. 

(Note that § 1.75(c) indicates how multiple dependent claims 
are considered for fee calculation purposes): 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(d) In addition to the basic filing fee in an original application, 
if the application contains, or is amended to contain, a multiple 
dependent claim(s) per application: 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(If the additional fees required by paragraphs (b), (c), and (d) 
of this section are not paid on filing or on later presentation 
of the claims for which the additional fees are due, they must 
be paid or the claims canceled by amendment prior to the 
expiration of the time period set for response by the Office in 
any notice of fee deficiency.) 


REREK 


(f) For filing each design application: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application: 
By a small entity (§ 1.9(7)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(j) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each claim (whether indepen- 
dent or dependent) in excess of 20 and also in excess of the 
number of claims in the original patent. 

(Note that § 1.75(c) indicates how multiple dependent claims 
are considered for fee calculation purposes): 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(Note: See §§ 1.445, 1.482 and 1.492 for international applica- 
tion filing and processing fees.) 
(m)-(0) to read as follows: 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


$ 1.17 Patent application processing fees. 


REKK 


(b) Extension fee for response within second month pursuant 
to § 1.136(a): 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(c) Extension fee for response within third month pursuant to 
§ 1.136(a): 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(d) Extension fee for response within fourth month pursuant 
to § 1.136(a): 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(g) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in appeal under 35 U.S.C. 
134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KKK 


(j) For filing a petition to institute a public use proceeding 
under § 1.292 $1,350.00 


REA 


(m) For filing a petition: 

(1) For revival of an unintentionally abandoned application, 
or 

(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 
By a small entity (§ 1.9(f)) 


By other than a small entity $1,170.00 


(n) For requesting publication of a statutory invention registra- 
tion prior to the mailing of the first examiner’s action pursuant 
to §1.104-$820.00 reduced by the amount of the application 
basic filing fee paid 


(0) For requesting publication of a statutory invention registra- 
tion after the mailing of the first examiner’s action pursuant 
to § 1.104-$1,640.00 reduced by the amount of the application 
basic filing fee paid 


KKK 


4. Section 1.18 is amended by revising paragraphs (a)-(c) to 
read as follows: 


$ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(b) Issue fee for issuing a design patent: 
By a small entity (§ 1-9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 
By a small entity (§ 1.9(f)) 
By other than a small entity 
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5. Section 1.19 is amended by revising paragraph (b)(4) and 
paragraphs (f) and (h) to read as follows: 


§ 1.19 Document supply fees: 


RRR 


(b)*** 


(4) For assignment records, abstract of title and certification, 
per patent 


AKA 


(f) Uncertified copy of a non-United States patent document, 
per document 


AKA 


(h) Additional filing receipts; duplicate; or corrected due to 
applicant error 


6. Section 1.20 is amended by revising paragraphs (a), (c), (e)- 
(g) and (i) to read as follows: 


$ 1.20 Post issuance fees. 


(a) For providing a certificate of correction for applicant’s 
mistake (§ 1.323) 


KK 


(c) For filing a request for reexamination 


(§ 1.510(a)) $2,250,00 


KKK 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant. 

By a small entity (§ 1.9(f)) 

By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant. 

By a small entity (§ 1.9(f)) : 
By other than a small entity ..--$1,870.00 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after the original grant. 
By a small entity (§ 1.9(f)) 410: 
By other than a small entity $2,820.00 


RRKK 


(i) Surcharge for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee where 
the delay in payment is shown to the satisfaction of the Commis- 
sioner to have been unavoidable $620.00 


RK 


7. Section 1.21 is amended by revising paragraphs (a)(1), (a)(5), 
(a)(6), (b)(2), (b)(3), (e), and (i) and adding paragraph (p) to 
read as follows: 

§ 1.21 Miscellaneous fees and charges. 


KKK 


(a) RK 
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(1) For admission to examination for registration to practice, 
fee payable upon application $300. 


RAK 


(5) For review of a decision of the Director of Enrollment and 
Discipline under § 10.2(c) 


(6) For requesting regrading of an examination under 
§ 10.7(c) 


(b) bed 


(2) Service charge for each month when the balance at the 
send of the month is below $1,000 : 


(3) Service charge for each month when the balance at the end 
of the month is below $300.00 for restricted subscription deposit 
accounts used exclusively for subscription order of patent 
copies as issued 


KRKKA 
(e) International type search reports: For preparing an interna- 
tional type search report of an international type search made 


at the time of the first action on the merits in a national patent 
application $40, 


RRA 


(i) Publication in Official Gazette: For publication in the Offi- 

cial Gazette of a notice of the availability of an application or 

a patent for licensing or sale, each application or pa- 
$25. 


(p) Library service: marginal cost for providing to a Patent 
and Trademark Depository Library access to Automated Patent 
System (APS) full-text search capability, per hour of terminal 
session time, including print time $70. 


8. Section 1.26 is amended by revising paragraphs (a) and (c) 
to read as follows: 


§ 1.26 Refunds. 


(a) Money paid in excess will be refunded, but a mere change 
of purpose after the payment of money, as when a party desires 
to withdraw an application, an appeal, or a request for oral 
hearing, will not entitle a party to demand such a return. 
Amounts of twenty-five dollars or less will not be returned 
unless specifically requested within a reasonable time, nor will 
the payer be notified of such amount; amounts over twenty- 
five dollars may be returned by check, or if requested, by credit 
to a deposit account. 


RRA 


(c) If the Commissioner decides not to institute a reexamination 
proceeding, a refund of $1,690 will be made to the requester 
of the proceeding. Reexamination requesters should indicate 
whether any refund should be made by check or by credit to 
a deposit account. 


9. Section 1.445 is amended by revising paragraph (a) to read 
as follows: 


§ 1.445 International application filing, processing and search 
fees. 


(a) The following fees and charges for international applications 
are established by the Commissioner under the authority of 35 
U.S.C. 376: 
(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT Rule 
$200.00 
(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) 
where: 
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(i) No corresponding prior United States national application 
with basic filing fee has been filed : 

(ii) A corresponding prior United States national application 
with basic filing fee has been filed I 

(3) A supplemental search fee when required, per additional 
invention 


EEK 


10. Section 1.482 is amended by revising paragraphs (a) intro- 
ductory text, (a)(1), and (a)(2)(ii) to read as follows: 


§ 1.482 International preliminary examination fees. 


(a) The following fees and charges for international preliminary 
examination are established by the Commissioner under the 
authority of 35 U.S.C. 376: 

(1) A preliminary examination fee is due on filing the 
Demand: 

(i) Where an international search fee as set forth in § 
1.455(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an In-ternational 
Searching Authority, a preliminary examination fee 

$450.00 

(ii) Where the International Searching Authority for the inter- 
national application was an authority other than the United 
States Patent and Trademark Office, a preliminary ——a 


(2)*** 


(ii) Where the International Searching Authority for the interna- 
tional application was an authority other than the United States 
Patent and Trademark Office $230.00 


edd 


11. Section 1.492 is amended by revising paragraphs (a)(1)- 
(a)(3), (a5), paragraphs (b)-(d), and the parenthetical fol- 
lowing paragraph (d) to read as follows: 


$ 1.492 National stage fees. 


eR 


(a) eK 


(1) Where an international preliminary examination fee as set 
forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 

By a small entity (§ 1.9(f)) ....$320.00 
By other than a small entity 


(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office, but an international search fee as set 
forth in § 1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and Trademark Office as an 
International Searching Authority: 

By a small entity (§ 1.9(f)) 
By other than a small entity 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 
By a small entity (§ 1.9(f)) $475.00 
By other than a small entity 


EEE 


(5) Where a search report on the international application 
has been prepared by the European Patent Office or the Japanese 
Patent Office: By a small entity (§ 1.9(f)) 

By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 
By a small entity (§ 1.9(f)) 


OFFICIAL GAZETTE 
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By other than a small entity 


(c) In addition to the basic national fee, for filing or later 
presentation of each claim (whether independent or dependent) 
in excess of 20 (Note that § 1.75(c) indicates how multiple 
dependent claims are considered for fee calculation purposes.): 
By a small entity (§1.9(f)) $11.00 
By other than a small entity 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claim(s), per application: 

By a small entity (§ 1.9(f)) 

By other than a small entity 

(If the additional fees required by paragraphs (b), (c) and (d) 
are not paid on presentation of the claims for which the addi- 
tional fees are due, they must be paid or the claims cancelled 
by amendment prior to the expiration of the time period set 
for response by the Office in any notice of fee deficiency.) 


EERE 


Part 2 - Rules of Practice in Traderaark Cases 


1. The authority citation for Part 2 continues to read as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (a)(1) and 
(b)(7) and adding paragraph (a)(19) to read as follows: 


§ 2.6 Trademark fees. 


EEKK 


(a) Trademark process fees. 
(1) For filing an application, per class 


KKK 


(19) Dividing an application, per new application (file 
wrapper) created $100.00 


(b) Trademark service fees. 


ERKE 


(7) For assignment records, abstract of title and certification, 
per registration 


EKKE 


3. Section 2.87 is revised to read as follows: 
Section 2.87 Dividing an Application 


(a) An application may be physically divided into two or more 
separate applications upon the payment of a fee for each new 
application created and submission by the applicant of a request 
in accordance with paragraph (d) of this section. 

(b) In the case of a request to divide out one or more entire 
classes from an application, only the fee under paragraph (a) 
of this section will be required. However, in the case of a 
request to divide out some, but not all, of the goods or services 
in a class, an application filing fee for each new separate 
application to be created by the division must be submitted, 
together with the fee under paragraph (a) of this section. Any 
outstanding time period for action by the applicant in the orig- 
inal application at the time of the division will be applicable 
to each new separate application created by the division. 

(c) A request to divide an application may be filed at any 
time between the filing of the application and the date the 
Trademark Examining Attorney approves the mark for publica- 
tion or the date of expiration of the six-month response period 
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after issuance of a final action; or during an opposition, upon 
motion granted by the Trademark Trial and Appeal Board. 
Additionally, a request to divide an application under section 
1(b) of the Act may be filed with a statement of use under § 
2.88 or at any time between the filing of a statement of use 
and the date the Trademark Examining Attorney approves the 
mark for registration or the date of expiration of the six-month 
response period after issuance of a final action. 

(d) A request to divide an application should be made in a 
separate paper from any other amendment or response in the 


U.S. PATENT AND TRADEMARK OFFICE 
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application. The title “Request to divide application.” should 
appear at the top of the first page of the paper. 


Aug. 17, 1992 DOUGLAS B. COMER 
Acting Assistant Secretary 

and Acting Commissioner 

of Patents and Trademarks 


Note.- The following appendix will not appear in the Code of 
Federal Regulations 


Appendix A - Comparison of Existing and Revised Fee Amounts 


DESCRIPTION 


Basic Filing Fee 

Basic Filing Fee (Small Entity) 
Independent Claims 

Independent Claims (Small Entity) 
Claims in Excess of 20 

Claims in Excess of 20 (Small Entity) 
Multiple Dependent Claims 


Multiple Dependent Claims (Small Entity) 


Surcharge - Late Filing Fee 


Surcharge - Late Filing Fee (Small Entity) 


Design Filing Fee 

Design Filing Fee (Small Entity) 
Plant Filing Fee 

Plant Filing Fee (Small Entity) 
Reissue Filing Fee 

Reissue Filing Fee (Small Entity) 
Reissue Independent Claims 


Reissue Independent Claims (Small Entity) 


Reissue Claims in Excess of 20 


Reissue Claims in Excess of 20 (Small Entity) 


Extension - First Month 
Extension - First Month (Smal! Entity) 
Extension - Second Month 


Extension - Second Month (Small Entity) 


Extension - Third Month 
Extension - Third Month (Small Entity) 
Extension - Fourth Month 


Extension - Fourth Month (Small Entity) 


Notice of A 

Notice of Appeal (Small Entity) 
Filing a Brief 

Filing a Brief (Small Entity) 
Request for Oral Hearing 

Request for Oral Hearing (Small Entity) 
Petition - Not All Inventors 

Petition - Correction of Inventorship 
Petition - Decision on Questions 
Petition - Suspend Rules 

Petition - Expedited License 
Petition - Scope of License 

Petition - Retroactive License 
Petition - Refusing Maintenance Fee 


Petition - Refusing Maintenance Fee - Expired Patent 


Petition - Interference 

Petition - Reconsider Interference 
Petition - Late Filing of Interference 
Petition - Correction of Inventorship 
Petition - Refusal of Publish SIR 
Petition - For Assignment 

Petition - For Application 

Petition - Late Priority Papers 
Petition - Suspend Action 


1.17()(1) 
1.1701) 
1.1701) 
1.17()(1) 
1.1741) 
1.171) 
1.17()(1) 
1.17)(1) 
1.1761) 
1.17(4)(1) 
1.1701) 
1.17()(1) 
1.17()(1) 
1.17(i)(2) 
1.174) 

1.17(k) 

1.17() 


Petition - For Interference Agreement 
Petition - Amendment After Issue 
Petition - Withdrawal After Issue 
Petition - Defer Issue 

Petition - Issue to Assignee 


Petition - Make Application Special 
Petition - Public Use Processing 
Non-English Specification 

Petition - Revive Abandoned Appl. 


Petition - Divisional Reissues to Issue Separately 


Petition - Accord a Filing Date Under § 1.53 
Petition - Accord a Filing Date Under § 1 
Petition - Accord a Filing Date Under § 1.62 


60 





1.17()) 
1.17(m) 
1.17(m) 
1.17(n) 
1.17(0) 
1.17(p) 
1.18(a) 
1.18(a) 
1.18(b) 
.18(b) 
.18(c) 
.18(c) 
-19(a)(1)(i) 
-19(a)(1 (ii) 
-19(a)( 1 (iii) 
.19(a)(2) 
-19(a)(3)(i) 
-19(b)(1)(i) 
-19(b)(1 (ii) 
-19(b)(2) 
.19(b)(3) 
.19(b)(4) 
.19(c) 
.19(d) 
.19(e) 
.19(f) 
-19%(g) 
.19(h) 
1.20(a) 
1.20(c) 
1.20(d) 
1.20(d) 
1.20(e) 
1.20(e) 
1.20(f) 
1.20(f) 
1.20(g) 
1.20(g) 
1.20(h) 
1.20(h) 
1.20(i) 
1.20(j) 
1.21(a)(1) 
1.21(a)(2) 
1.21(a)(3) 
1.21(a)(4) 
1.21(a)(4) 
1.21(a)(5) 
1.21(a)(6) 
1.21(b)(1) 
1.21(b)(2) 
1.21(b)(3) 
1.21(c) 
1.21(d) 
1.21(e) 
1.21(g) 
1.21(h) 
1.21(i) 
1.214) 
1.21(k) 
1.21() 
1.21(m) 
1.21(n) 
1.21(0) 
1.21(p) 

1.24 

1.296 
1.445(a)(1) 
1.445(a)(2){i) 
1.445(a)(2)ii) 
1.445(a)(3) 
1.482(a)(1 (i) 
1.482(a)(1)Gi) 
1.482(a)(2){i) 
1.482(a)(2)(ii) 
1.492(a)(1) 
1.492(a)(1) 


ee et fet het ht ttt ft tf td 


DESCRIPTION 


Petition - Revive Abandoned Appl. (Small Entity) 
Petition - Revive Unintentionally Abandoned Appl. 
Petition - Revive Unintentionally Abandoned Appl. (Small Entity) 
SIR - Prior to Examiner’s Action 

SIR - After Examiner’s Action 

Submission of an Information Disclosure Statement (§ 1.97) 
Issue Fee 

Issue Fee (Small Entity) 

Design Issue Fee. 

Design Issue Fee (Small Entity) 

Plant Issue Fee 

Plant Issue Fee (Small Entity) 

Copy of Patent 

Patent Copy - Expedited Local Service 

Patent Copy Ordered Via EOS - Expedited Service 
Plant Patent Copy 

Copy of Utility Patent or SIR in Color 

Certified Copy of Patent Application as Filed 

Certified Copy of Patent Application as Filed, Expedited 
Cert. or Uncert. Copy of Patent- Related File Wrapper/Contents 
Cert. or Uncert. Copies of Office Records, per Document 
For Assignment Records, Abstract of Title and Certification 
Library Service 

List of Patents in Subclass 

Uncertified Statement-Status of Maintenance Fee Payment 
Copy of Non-U.S. Patent Document 

Comparing the Certifying Copies, Per Document, Per Copy 
Duplicate or Corrected Filing Receipt 

Certificate of Correction 

Reexamination 

Statutory Disclaimer 

Statutory Disclaimer (Small Entity) 

Maintenance Fee - 3.5 Years 

Maintenance Fee - 3.5 Years (Small Entity) 
Maintenance Fee - 7.5 Years 

Maintenance Fee - 7.5 Years (Small Entity) 
Maintenance Fee - 11.5 Years 

Maintenance Fee - 11.5 Years (Small Entity) 

Surcharge - Maintenance Fee - 6 Months 

Surcharge - Maintenance Fee - 6 Months (Small Entity) 
Surcharge - Maintenance After Expiration 

Extension of Term of Patent 

Admission to Examination 

Registration to Practice 

Reinstatement to Practice 

Certificate of Good Standing 

Certificate of Good Standing, Suitable Framing 

Review of Decision of Director, OED 

Regrading of Examination 

Establish Deposit Account 

Service Charge Below Minimum Balance 

Service Charge Below Minimum Balance 

Filing a Disclosure Document 

Box Rental 

International Type Search Report 

Self-Service Copy Charge 

Recording Patent Property 

Publication in the OG 

Labor Charges for Services 

Unspecified Other Services 

Retaining Abandoned Application 

Processing Returned Checks 

Handling Fee - Incomplete Application 

Terminal Use APS-Text 

Terminal Use APS-Text by the PTDL’s 

Coupons for Patent Copies 

Handling Fee - Withdrawal SIR 

Transmittal Fee 

PCT Search Fee - No U.S. Application 

PCT Search Fee - Prior U.S. Application 

Supplemental Search 

Preliminary Exam Fee 

Preliminary Exam Fee 

Additional Invention 

Additional Invention 

Preliminary Examining Authority 

Preliminary Examining Authority (Small Entity) 


$10 
$20 
$20 
$10 
$50 
$35 
$0.25 
$40 
$20 
$30 
Actual Cost 
$130 
$50 
$130 
$40 


$3 
$130 
$190 


January 7, 1997 


Oct 1992 


$25 
$30 
Actual Cost 
$130 
$50 
$130 
$40 
$70 
$3 
$130 
$200 
$620 
$410 
$170 
$450 
$670 
$140 
$230 
$640 
$320 
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37 CFR Sec. 


1.492(a)(2) 
1.492(a)(2) 
1.492(a)(3) 
1.492(a)(3) 
1.492(a)(4) 
1.492(a)(4) 
1.492(a)(5) 
1.492(a)(5) 
1.492(b) 
1.492(b) 
1.492(c) 
1.492(c) 
1.492(d) 
1.492(d) 
1.492(e) 
1.492(e) 
1.492(f) 
2.6(a)(1) 
2.6(a)(2) 
2.6(a)(3) 
2.6(a)(4) 
2.6(a)(5) 
2.6(a)(6) 
2.6(a)(7) 
2.6(a)(8) 
2.6(a)(9) 
2.6(a)(10) 
2.6(a)(11) 
2.6(a)(12) 
2.6(a)(13) 
2.6(a)(14) 
2.6(a)(15) 
2.6(a)(16) 
2.6(a)(17) 
2.6(a)(18) 
2.6(a)(19) 
2.6(b)(1)(i) 
2.6(b)(1)(ii) 


Searching Authority 

Searching Authority (Small Entity) 
PTO Not ISA nor IPEA 

PTO Not ISA nor IPEA (Small Entity) 
Claims - IPEA 

Claims - IPEA (Small Entity) 

Filing with EPO/JPO Search Report 


Claims - Extra Individual (Over 3) 
Claims - Extra Total (Over 20) 
Claims - Multiple Dependents 


Surcharge 

Surcharge (Small Entity) 

English Translation - After 20 Months 
Application for Registration, Per Class 
Amendment to Allege Use, Per Class 
Statement of Use, Per Class 


Application for Renewal, Per Class 
Surcharge for Late Renewal, Per Class 


Issuing New Certificate of Registration 


Filing Disclaimer to Registration 
Filing Amendment to Registration 


Petitions to the Commissioner 
Petition to Cancel, Per Class 
Notice of Opposition, Per Class 


Copy of Registered Mark 
Copy of Registered Mark, Expedited 


U.S. PATENT AND TRADEMARK OFFICE 


Filing Affidavit Under Section 8, Per Class 
Filing Affidavit Under Section 15, Per Class 
Filing Affidavit Under Sections 8 & 15, Per Class 


Ex Parte Appeal to the TTAB, Per Class 
Dividing an Application, Per New Application Created 
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Filing with EPO/JPO Search Report (Small Entity) 
Claims - Extra Individual (Over 3) (Small Entity) 
Claims - Extra Total (Over 20) (Small Entity) 
Claims - Multiple Dependents (Small Entity) 


Extension for Filing Statement of Use, Per Class 


Publication of Mark Under § 12(a), Per Class 


Certificate of Correction of Registrant’s Error 


Copy of Registered Mark Ordered Via EOS, Expedited Svc. 

Certified Copy of TM Application as Filed $12 
Certified Copy of TM Application as Filed, Expedited $24 
Cert. or Uncert. Copy of TM-Related File Wrapper/Contents $50 


2.6(b)( 1 (iii) 
2.6(b)(2)(i) 
2.6(b)(2)(ii) 
2.6(b)(3) 


2.6(b)(4)(i) 
2.6(b)(4)(ii) 
2.6(b)(5) 
2.6(b)(6) 
2.6(b)(6) 
2.6(b)(7) 
2.6(b)(8) 
2.6(b)(9) 
2.6(b)(10) 
2.6(b)(11) 
1.19(g) 
1.24 


Terminal Use T-SEARCH 
Self-Service Copy Charge 
Labor Charges for Services 
Unspecified Other Services 


Trademark Coupons 


Cert. Copy of Registered Mark, Title or Status 

Cert. Copy of Registered Mark, Title or Status - Expedited 
Certified or Uncertified Copy of TM Records $25 $25 
Recording Trademark Property, Per Mark, Per Document 
For Second and Subsequent Marks in Same Document $25 $25 
For Assignment Records, Abstracts of Title and Cert. 


$10 
$20 


$40 


$20 $25 

$40 $40 

$0.25 $0.25 

$30 $30 

Actual Cost Actual Cost 


Comparing and Certifying Copies, per Document, per Copy $25 $25 


$3 $3 
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DEPARTMENT OF COMMERCE 
Billing Code: 3510-16-M 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 940415-4212] 
RIN 0651-AA68 
Revision of Patent Fees 


(45) 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of Final Rulemaking and Lifting of Suspension. 
Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases, Part | of title 37, Code 
of Federal Regulations, to adjust certainpatent fee amounts to 
reflect fluctuations in the Consumer Price Index (CPI) and to 
recover costs of operation. The PTO also is providing notice 


that, beginning on October 1, 1994, the suspension of the fee 
for access to the Automated Patent System’s Full Text Search 
capability (APS-Text) at a Patent and Trademark Depository 
Library (PTDL) will be lifted. However, the PTO is rescinding 
this hourly fee, which was established by 37 CFR 1.21(p), and 
in its place assessing an annual subscription fee on PTDLs 
providing such service. On October 1, 1994, the PTO also 
will begin collecting a fee for access to the Automated Patent 
System’s Classified Search and Image Retrieval capability 
(APS-CSIR) from the search facilities Arlington, Virginia. 
Effective Date: October 1, 1994. 

For Further Information Contact: Robert Kopson by telephone 
at (703) 305-8510, fax at ¢703) 305-8525, or by mail marked 
to his attention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
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Supplementary Information: This rule change is designed to 
adjust PTO fees in accordance with the applicable provisions of 
title 35, United States Code, and section 10101 of the Omnibus 
Budget Reconciliation Act of 1990 (Public Law 101-508), all 
as amended by the Patent and Trademark Office Authorization 
Act of 1991 (Public Law 102-204). 

There are two objectives of this final rule package. The 
first objective is to adjust certain patent fee amounts to reflect 
fluctuations in the Consumer Price Index (CPI) and to recover 
costs of operation. 

The second objective is to provide notice that PTO is lifting 
the suspension or on the fee for access to APS-Text at a Patent 
and Trademark Depository Library (PTDL). This was estab- 
lished by rule on October 1, 1992 (published in the Federal 
Register on August 21, 1992 at 57 FR 38190). Collection of 
the fee was immediately suspended by the Commissioner to 
provide additional time for the PTO to solicit input from the 
private sector on alternative collection methods, and other 
options for accessing patent search and retrieval in the Libraries. 
In response to public comments, the PTO will rescind the fee 
established by 37 CFR 1.21(p), and assess a subscription fee 
under 37 CFR 1.21(k) on each PTDL that provides its patrons 
with access to APS-Text. The basis for the subscription amount 
is less than the fee amount that was established in 37 CFR 
1.21(p). Each participating library will be responsible for estab- 
lishing policies for providing access to their patrons. 

The PTO also will begin charging a fee for on-line access 
to APS-CSIR at the Patent Search and Image Retrieval Facility 
(PSIRF) in Arlington, Virginia. Free access to APS-CSIR has 
been offered at the PSIRF since July 12, 1993. The PTO now 
will begin recovering the cost of providing this on-line access 
in accordance with 37 CFR 1.21(k). 

The PTO will make any necessary adjustments to these auto- 
mated system fees based upon actual fiscal year 1995 usage. 
Future adjustments will be made based upon deviations in 
system costs and/or public usage. 


BACKGROUND 
Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 
376. A fifty percent reduction in the fees paid under 35 U.S.C. 
41(a) and 41(b) by independent inventors, small business con- 
cerns, and nonprofit organizations who meet prescribed defini- 
tions is required by 35 U.S.C. 41(h). 

Subsection 41(f) of title 35, United States Code, provides 
that fees established under 35 U.S.C. 41(a) and (b) may be 
adjusted on October 1, 1992, and every year thereafter, to 
reflect fluctuations in the Consumer Price Index (CPI) over the 
previous 12 months. 

Section 10101 of the Omnibus Budget Reconciliation Act 
of 1990 (Pub. L. 101-508) provides that there shall be a sur- 
charge on all fees established under 35 U.S.C. 41(a) and 41(b) 
to collect $107 million in fiscal year 1995. 

Subsection 41(d) of title 35, United States Code, authorizes 
the Commissioner to establish fees for all other processing, 
services, or materials related to patents to recover the average 
cost of providing these services or materials, except for the fees 
for recording a document affecting title, for each photocopy, and 
for each black and white copy of a patent. 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under 
the Patent Cooperation Treaty (PCT). 

Subsection 41(i)(3) of title 35, United States Code, authorizes 
the Commissioner to establish reasonable fees for access to 
automated search systems of the PTO. 

Subsection 41(g) of title 35, United States Code, provides 
that new fee amounts established by the Commissioner under 
Section 41 may take effect thirty days after notice in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 


Recovery Level Determinations 


This rule adjusts patent fees for a planned recovery of 
$57 1,439,000 in fiscal year 1995, as proposed in the Adminis- 
tration’s budget request to the Congress. The fee amounts estab- 
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lished for automated access to PTO’s data bases will recover 
reasonable costs of providing these services to the public. The 
total amount expected to be collected is consistent with the 
budgeted amount. 

The patent statutory fees established by 35 U.S.C. 41(a) and 
41(b) are being adjusted on October 1, 1994, to reflect any 
fluctuations occurring during the previous 12 months in the 
Consumer Price Index (CPI-U). In calculating these fluctua- 
tions, the Office of Management and Budget (OMB) has deter- 
mined that the PTO should use CPI-U data as determined by 
the Secretary of Labor. However, the Department of Labor 
does not make public the CPI-U until approximately 21 days 
after the end of the month being calculated. Therefore, the 
latest CPI-U information available is for the month of May 
1994. In accordance with previous rulemaking methodology, 
the PTO uses the Administration’s projected CPI-U for the 12- 
month period ending September 30, 1994, which is 3.0 percent. 
Based on this projection, patent statutory fees are being adjusted 
by 3.0 percent. Before the final fee schedule is published, the 
fees may be slightly adjusted based on actual data available 
from the Department of Labor. 

Certain non-statutory patent processing fees established 
under 35 U.S.C. 41(d) and PCT processing fees established 
under 35 U.S.C. 376 are being adjusted up to the three percent 
fluctuation in the CPI in order to recover their estimated average 
costs in 1995. Three patent service fees that are set by statute 
are not adjusted. The three fees that are not being adjusted 
are assignment recording fees, printed patent copy fees and 
photocopy charge fees. 

The Office calculated unit costs for all fees based on OMB 
Circular A-25, “User Fees”, and OMB Circular A-130, “Man- 
agement of Federal Information Resources”. Costs were deter- 
mined from the best available records (for example, financial 
statements of the Office) and included direct and indirect costs 
to the Office for carrying out the activity, as directed by OMB 
Circular A-25. The patent statutory fee amounts were rounded 
by applying standard arithmetic rules so that the amounts 
rounded would be convenient to the user. 

Fees of $100 or more were rounded to the nearest $10. Fees 
between $2 and $99 were rounded to an even number so that 
the comparable small entity fee would be a whole number. 

The Office has detailed cost calculation worksheets for each 
fee amount. These worksheets are available for public inspec- 
tion in Suite 507 of Crystal Park 1, 2011 Crystal Drive, 
Arlington, Virginia 


Workload Projections 


Determination of workloads varies by fee. Principal work- 
load projection techniques are as follows: 

Patent application workloads are projected from statistical 
regression models using recent application filing trends. Patent 
issues are projected from an in-house patentproduction model 
and reflect examiner production achievements and goals. Patent 
maintenance fee workloads utilize patents issued 3.5, 7.5 and 
11.5 years prior topayment and assume payment rates of 80 
percent, 57 percent and 25 percent, respectively. Service fee 
workloads follow linear trends from prior years’ activities. 

Any fee amount that is paid on or after October 1, 1994, 
would be subject to the newfees then in effect. For purposes 
of determining the amount of the fee to be paid, the date 
of mailing indicated on a proper Certificate of Mailing or 
Transmission, where authorized under 37 CFR 1.8, will be 
considered to be the date of receipt in the PTO. A Certificate 
of Mailing or Transmission under Section 1.8 is not “proper” 
for items which are specifically excluded from the provisions 
of Section 1.8. Section 1.8 should be consulted for those items 
for which a Certificate of Mailing or Transmission is not 
“proper.” Such items include, inter alia, the filing of national 
and international applications for patents. However, the provis- 
ions of 37 CFR 1.10 relating to filing papers and fees with an 
“Express Mail” certificate do apply to any paper or fee 
(including patent applications) to be filed in the PTO. If an 
application or fee is filed by “Express Mail” with a proper 
certificate dated on or after the effective date of the rules, as 
amended, the amount of the fee to be paid would be the fee 
established by the amended rules. 
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COST CALCULATIONS 
APS-Text at a Patent and Trademark Depository Library 


(PTDL) The costs for one hour terminal session time on 
APS-Text at a PTDL include licensefees that must be paid to 
Chemical Abstracts Service (CAS) for its proprietary text and 
structure search software. Other costs are included for a portion, 
projected at 3.65 percent, of the lease of a computer mainframe 
for memory storage purposes; all costs associated with training 
PTDL staff (equipment rental, materials and time); personnel 
to provide client support to the PTDLs; and telecommunication 
costs. A summary of the costs are listed below. 


APS-Text Cost of One Hour of Terminal Session Time at a 
Patent and Trademark Depository Library 


$10,203 
$43,216 
$273.000 


$10,000 
$336,419 


Client Support Overtime 

Additional Mainframe Costs 

Software (license fee) 

Training Costs 
Subtotal 

General & Admin. Overhead @ 12.2% 
Total Cost 

Estimated Annual Usage (hours) 


$40,976 
$377,395 
54,600 


$6.91 
$8.00 
$14.91 
$15.00 


The PTDLs will pay an annual maximum use subscription 
rate based on one of five tier levels, roughly equivalent to one 
to five hours of use per day, five days per week. Each PTDL will 
select a maximum use subscription tier based on its anticipated 
usage and be responsible for monitoring their own use. The 
PTDLs will also be responsible for establishing their own poli- 
cies regarding the provision of APS-Text in their library. If 
during the year a PTDL is about to exceed its chosen level of 
maximum use, the PTDL will be allowed to move to a higher 
tier (and pay the additional subscription rate) or to use up to 
the subscribed level and cease continued access mid-year. 


Unit Cost (per hour) 
Telecommunication Costs (per hour) 
Total Cost (per hour) 

Total Cost (per hour - rounded) 


Tiers Annual Usage 
I 0 - 300 hours 
Il 301 - 600 hours 
Il 601 - 900 hours 
IV 901 - 1200 hours 
Vv 1201 - 1500 hours 


$2,250 
$6,750 
$11,250 
$15,750 
$20,250 


The subscription rates were derived using the $15.00 per 
hour access charge previously calculated. There will be no 
additional charges or refunds to each library. For each tier, 
a discount mechanism is included in the annual subscription 
calculation. For example, the annual subscription rate of $2,250 
for Tier I is calculated by taking the mean average of the annual 
usage range (in this case 150 hours is the mean of zero and 
300 hours) and multiplying it by the $15.00 per hour access 
charge. Therefore, fora PTDL in Tier I, any usage over 150 
hours is free to the library. But if a PTDL in Tie were to not 
use at least 150 hours, the PTO would not be required to refund 
the amount of the subscription fee that was not used. 


APS-CSIR at the Patent Search and Image Retrieval Facility 
(PSIRF) 


The costs for one hour terminal session time on APS-CSIR 
at the PSIRF include proprietary text and structure search soft- 
ware. It is estimated that 40 percent of the terminal time license 
fees that must be paid to Chemical Abstracts Service (CAS) 
for its will be used for text searching, which requires the search 
software from CAS. 

Other costs are included for a portion, projected at 2.25 
percent, of the lease of a computer mainframe for memory 
storage purposes; additional personnel for the PSIRFand the 
Office of Computer and Telecommunications Operations; com- 
puter acquisition, installation, and maintenance; supplies and 
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equipment dedicated to public use; and general and administra- 
tive overhead. A summary of the costs are listed below. 


APS-CSIR Cost of One Hour of Terminal Session Time 
at the Patent Search and Image Retrieval Facility 


Total Cost 
$250,813 
$226,792 


$25,000 
$10,512 


$25.366 
$538,483 
$41,759 


$65,695 
$645,937 
13,000 
$49.68 
$50.00 


Compensation and Benefits 

Additional Hardware and Mainframe 
Costs 

Software (license fee) 

Supply Costs 

Installation Costs (amortized) 

Subtotal 

Space Costs 

General & Admin Overhead @ 12.2% 
Total Cost 

Estimated Annual Usage (hours) 

Unit Cost (per hour) 

Rounded Fee Amount (per hour - pro- 
rated) 


A comparison of existing and revised fee amounts is included 
as an Appendix to thisnotice of final rulemaking. 

In order to ensure clarity in the implementation of the revised 
fees, a discussion of specific sections is set forth below. 
Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 

Section 1.16, paragraphs (a), (b), (d), and (f)-(i), is revised 
to adjust fees established therein to reflect fluctuations in the 
CPI. 

37 CFR 1.17 Patent application processing fees. 

Section 1.17, paragraphs (b)-(g) and (m), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 

Section 1.17, paragraphs (j), and (n)-(p), is revised to adjust 
fees established therein to recover costs. 

37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a)-(c), is revised to adjust fees 
established therein to reflect fluctuations in the CPI. 


37 CFR 1.20 Post-issuance fees. 

Section 1.20, paragraphs (c), (i)(1), and (j), is revised to 
adjust fees established therein to recover costs. 

Section 1.20, paragraphs (e)-(g), is revised to adjust fees 
established therein to reflect fluctuations in the CPI. 
37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21 is amended to remove paragraph (p). 


37 CFR 1.445 International application filing, processing, and 
search fees. 


Section 1.445, paragraph (a), is revised to adjust the fees 
authorized by 35 U.S.C. 376 to recover costs. 


37 CFR 1.482 International preliminary examination fees. 


Section 1.482, paragraphs (a)(1) and (a)(2)(ii), is revised 
to adjust the fees authorized by 35 U.S.C. 376 to recover costs. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a), (b) and (d), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


Response to Comments on the Rules 


Patent Fee Increase 
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A notice of proposed rulemaking to adjust patent fees was 
published in the Federal Register on May 27, 1994, at 59 FR 
27519, and in the Official Gazette on June 7, 1994, at 1163 
OG 14. 

A public hearing was held on June 28, 1994. Three comments 
were received and considered in adopting the rules set forth 
herein. 

Comments: The respondents, although not objecting to the 
three percent fee increase, strongly oppose any fee increase for 
the purpose of making up patent fee surcharge money that is 
being withheld from the PTO. The respondents support theAd- 
ministration’s proposal to ensure that all user fees assessed by 
the PTO are used exclusively by the PTO. 

Response: The Omnibus Budget Reconciliation Act of 1990 
(Public Law 101-508) requires the PTO, in fiscal year 1995, 
to collect $107 million in patent fee surcharges and to deposit 
these collections to the Patent and Trademark Office Fee Sur- 
charge Fund. In the past, Congress has only appropriated part 
of these deposits back to the PTO. Deposits not made available 
to the Office reside in the Fund. To date, the reserve in the 
Fund is slightly in excess of $35 million. For fiscal year 1995, 
the PTO requested that all patent fees be provided directly to 
the Office, thereby eliminating reliance on appropriations from 
the Fee Surcharge Fund. This language will not be enacted. The 
House of Representatives has recommended that an additional 
$18.7 million in patent fee surcharges not be made available 
to the Office in fiscal year 19 Final action on the 1995 appropria- 
tions bill is pending. The Administration does not propose to 
increase patent fees in fiscal year 1995 other than the increase 
that reflects fluctuations in the Consumer Price Index. 


Collection of the Fee for Access to APS-Text at the PTDLs 


A fee for access to APS-Text at a PTDL was set in the 
final rule package published in the Federal Register on August 
21, 1992 (57 FR 38189). The final rule became effective 
October 1, 1992. On that date, the fee took effect but collection 
was immediately suspended by the Commissioner to provide 
additional time to solicit input from the private sector on alterna- 
tive collection methods, and other options for accessing patent 
search and retrieval in the Libraries. 

The Office received six comments. 

Comment: Two respondents stated that many of the PTDLs 
already have considerable experience in collecting fees for 
access to on-line patent and trademark services provided by 
private sector vendors. They suggested that mechanisms already 
in place could be adapted to the collection of fees for PTO- 
provided services. 

These respondents also suggested that the PTO procure 
access for the PTDLs to private sector on-line patent and trade- 
mark services, using a Federal procurement mechanism, such 
as Fedlink. 

Response: The PTO encourages the PTDLs to provide a 
variety of patent and trademark services for their patrons. How- 
ever, the PTDLs are not required to provideaccess to private 
sector on-line services, and the PTO can only provide support 
and training to the PTDLs for products and services it develops. 

In the case of APS access, participation on the part of the 
PTDLs will be voluntary. With respect to other services, the 
PTDLs will make the decision as to which ones best fit the 
needs of their user communities. Fedlink, which provides on- 
line services to Government agencies, cannot extend its charter 
to include the PTDLs. 

Under the proposed subscription method, libraries should 
develop policies and procedures which best suit their particular 
circumstances. 

Comment: One respondent suggested that the access to APS 
be expanded beyond the PTDLs, with a small fee for general 
use, and discounted fees for independent inventors and/or off- 
peak usage. 

Response: At this time, allowing direct access by the public 
would impact intemal PTO operations. Access at PTDLs will 
ensure usage in a controlled environment, where end-users will 
have access to knowledge and skills of trained librarians. 

Comment: One respondent suggested that the PTO permit 
voluntary participation by the individual PTDLs. 

Response: Participation on the part of the PTDLs will be 
voluntary. The level of participation by the PTDLs will not 
affect their relationship with the PTO in any manner. 
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Comment: One respondent suggested that the PTO provide 
access to APS-Text on a subscription basis. This method would 
set a fee for anticipated usage over a determined period of 
time. 

Response: The PTO will provide access to APS-Text to the 
PTDLs on an annual subscription basis. All of the libraries 
will have the option of subscribing. Each library that chooses 
to subscribe will establish a policy for providing the public 
with access to APS-Text. 

Comment: One respondent suggested that the PTO set up a 
system that allows users to input credit or debit card numbers. 

Response: Currently, the PTO is studying this collection 
option. The current equipment in use does not allow access 
via a credit or debit card. This option may be feasible in the 
near future. 


Other Considerations 


This final rule change is in conformity with the requirements 
of Executive Order 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501, et seq. There are no information 
collection requirements relating to these patent fee rules. This 
final rule has been determined to be significant for purposes 
of Executive Order 12866. 

The PTO has determined that this final rule change has no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the final rule change would not have a 
significant impact on a substantial number of small entities 
(Regulatory Flexibility Act, Pub. L. 96-354). The final rule 
change increases fees by changes in the CPI as authorized by 
35 U.S.C. 41(f). The principal impact of the major patent fees 
has already been taken into account in 35 U.S.C. 41(h), which 
provides small entities with a 50-percent reduction in the major 
patent fees. 


Lists of Subjects 


37 CFR Part 1 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


For the reasons set forth in the preamble, the PTO is 
amending title 37 of the Code of Federal Regulations, Chapter 
1, Part 1, as set forth below. 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a), (b), 
(d), and (f) through (i) to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except design or plant cases: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(b) In addition to the basic filing fee in an original application, 
for filing or later presentation of each independent claim in 
excess of 3: 
By a small entity (§ 1.9(f)) .... 
By other than a small entity 


KREKKK 


(d) In addition to the basic filing fee in an original application, if 
the application contains, or is amended to contain, a multiple 
dependent claim(s), per application: 

By a small entity (§ 1.9(f)) 
By other than a small entity 
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(If the additional fees required by paragraphs (b), (c), and 
(d) of this section are not paid on filing or on later presentation 
of the claims for which the additional fees are due, they 
must be paid or the claims canceled by amendment prior to 
the expiration of the time period set for response by the 
Office in any notice of fee deficiency.) 


KA 


(f) For filing each design application: 
By a small entity (§ 1.9(f)) 
By other than a small entity 
(g) Basic fee for filing each plant application: 
By a small entity (§ 1.9(f)) 
By other than a small entity 
(h) Basic fee for filing each reissue application: 
By a small entity (§ 1.9(f)) 
By other than a small entity 
(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim 
which is in excess of the number of independent claims in 
the original patent: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


AK 


3. Section 1.17 is amended by revising paragraphs (b) through 
(g), (j), and (m) through (p) to read as follows: 


$ 1.17 Patent application processing fees. 


RKKKK 
(b) Extension fee for response within second month pursuant 


to 1.136(a): 
By a small entity (§ 1.9(f)) 
By other than a small entity 
(c) Extension fee for response within third month pursuant to 
1.136(a): 
By a small entity (§ 1.9(f)) 
By other than a small entity... 
(d) Extension fee for response within fourth month pursuant 
to 1.136(a): 
By a small entity (§ 1.9(f)) 
By other than a small entity 
(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 
By a small entity (§ 1.9(f)) 
By other than a small entity 
(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 
By a small entity (§ 1.9 (f)) 
By other than a small entity . 
(g) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


KK 


(j) For filing a petition to institute a public use proceeding 
under 1.292 


RAK 


(m) For filing a petition: 
(1) For revival of an unintentionally abandoned application, 
or 
(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 
By a small entity (§ 1.9(f)) 
By other than a small entity $1,210.00 
(n) For requesting publication of a statutory invention registra- 
tion prior to the mailing of the first examiners action pursuant 
to § 1.104-$840.00 reduced by the amount of the application 
basic filing fee paid. 
(o) For requesting publication of a statutory invention registra- 
tion after the mailing of the first examiners action pursuant to 
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§ 1.104-$1,690.00 reduced by the amount of the application 
basic filing fee paid. 
(p) For submission of an information disclosure statement under 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 
By a small entity (§ 1.9(f)) 
By other than a small entity 
(b) Issue fee for issuing a design patent: 
By a small entity (§ 1.9(f)) 
By other than a small entity 
(c) Issue fee for issuing a plant patent: 
By a small entity (§ 1.9(f)) 
By other than a small entity 


5. Section 1.20 is amended by revising paragraphs (c), (e) 
through (g), (i)(1), and (j) to read as follows: 


$ 1.20 Post issuance fees. 


KKK 
(c) For filing a request for reexamination 


($ 1.510(a)) 


REE 


$2,320.00 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is 
due by three years and six months after the original grant 
By a small entity (§ 1.9(f)) . 
By other than a small entity 

(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is 
due by seven years and six months after the original grant 
By a small entity (§ 1.9(f)) 
By other than a small entity $1,930.00 

(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee 
is due by eleven years and six months after the original grant 
By a small entity (§ 1.9(f)) 

By other than a small entity 


KKK 
(i) eK 
(1) unavoidable 


KKK 


(j) For filing an application for extension of the term of a patent 
(§ 1.740) $1,030.00 


6. Section 1.21 is amended by removing paragraph (p). 


7. Section 1.445 is amended by revising paragraph (a) to 
read as follows: 


$ 1.445 International application filing, processing and search 
fees. 


(a) The following fees and charges for international applications 
are established by the Commissioner under the authority of 
35 U.S.C. 376: 

(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT Rule 
) 


(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) 
where:(i) No corresponding prior United States national 
application with basic filing fee has been filed 


(ii) A corresponding prior United States national appli- 
cation with basic filing fee has been filed.......$420.00 
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(3) A supplemental search fee when required, per additional 
invention $180.00 


KKK 


8. Section 1,482 is amended by revising paragraphs (a)(1) 
and (a)(2)(ii) to read as follows: 


§ 1.482 International preliminary examination fees. 
(a) *** 


(1) A preliminary examination fee is due on filing the 

Demand: 

(i) Where an international search fee as set forth in § 
1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and Trademark Office 
as an International Searching Authority, a preliminary 
examination fee of $460.00 

(ii) Where the International Searching Authority for the 
international application was an authority other than the 
United States Patent and Trademark Office, a prelimi- 
nary examination fee of 

(2) *** 

(ii) Where the International Searching Authority for the 
international application was an authority other than the 
United States Patent and Trademark Office ....$240.00 


HEKKK 


9. Section 1.492 is amended by revising paragraphs (a),(1) 
through (5), (b), and (d) to read as follows: 


§ 1.492 National stage fees. 


KEKKK 

(a) *** 
(1) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid on the international 


application to the United States Patent and Trademark 
Office: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States 
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Patent and Trademark Office, but an international search 
fee as set forth in § 1.445(a)(2) has been paid on the 
international application to the United States Patent and 
Trademark Office as an International Searching Authority: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international 
search fee as set forth in § 1.445(a)(2) has been paid on 
the international application to the United States Patent 
and Trademark Office: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(4) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office and the international preliminary 
examination report states that the criteria of novelty, inven- 
tive step (non-obviousness), and industrial applicability, 
as defined in PCT Article 33 (1) to (4) have been satisfied 
for all the claims presented in the application entering the 
national stage (see § 1.496(b)): 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(5) Where a search report on the international application 
has been prepared by the European Patent Office of the 
Japanese Patent Office: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(b) In addition to the basic national fee, for filing or later 

presentation of each independent claim in excess of 3: 

By a small entity (§ 1.9(f)) 

By other than a small entity 


RRA 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claim(s), per application: 

By a small entity (§ 1.9(f)) .................scssssessssesseeeees $120.00 
By other than a small entity 


KKK 


Aug. 18, 1994 Bruce A. Lehman 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


Appendix A - Comparison of Existing and Revised Fee Amounts 


37 CFR Sec. DESCRIPTION 

Basic Filing Fee 

Basic Filing Fee (Small Entity) 
Independent Claims 

Independent Claims (Small Entity) 
Claims in Excess of 20 

Claims in Excess of 20 (Small Entity) 
Multiple Dependent Claims 

Multiple Dependent Claims (Small Entity) 
Surcharge - Late Filing Fee 

Surcharge - Late Filing Fee (Small Entity) 
Design Filing Fee 

Design Filing Fee (Small Entity) 

Plant Filing Fee 

Plant Filing Fee (Small Entity) 

Reissue Filing Fee 

Reissue Filing Fee (Small Entity) 

Reissue Independent Claims 

Reissue Independent Claims (Small Entity) 
Reissue Claims in Excess of 20 


Extension - First Month 

Extension - First Month (Small Entity) 
Extension - Second Month 

Extension - Second Month (Small Entity) 
Extension - Third Month 

Extension - Third Month (Small Entity) 
Extension - Fourth Month 

Extension - Fourth Month (Small Entity) 
Notice of Aj 

Notice of Appeal (Small Entity) 


ee ee ee ss 


Reissue Claims in Excess of 20 (Small Entity) 
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37 CFR Sec. DESCRIPTION Dec 1991 Oct 1992 


1.17(f) Filing a Brief $260 $270 
1.17(f) Filing a Brief (Small Entity) $130 $135 
1.17(g) Request for Oral Hearing $220 $230 
Request for Oral Hearing (Small Entity) $110 $115 
Petition - Not All Inventors $130 $130 
Petition - Correction of Inventorship $130 $130 
Petition - Decision on Questions $130 $130 
Petition - Suspend Rules $130 $130 
Petition - Expedited License $130 $130 
Petition - Scope of License $130 $130 
Petition - Retroactive License $130 
Petition - Refusing Maintenance Fee $130 
Petition - Refusing Maintenance Fee - Expired Patent 
Petition - Interference 
Petition - Reconsider Interference 
Petition - Late Filing of Interference 
Petition - Correction of Inventorship 
Petition - Refusal of Publish SIR 
Petition - For Assignment 
Petition - For Application 
Petition - Late Priority Papers 
Petition - Suspend Action 
Petition - Divisional Reissues to Issue Separately 
Petition - For Interference Agreement 
Petition - Amendment After Issue 
Petition - Withdrawal After Issue 
Petition - Defer Issue 
Petition - Issue to Assignee 
Petition - Accord a Filing Date Under § 1.53 
Petition - Accord a Filing Date Under § 1.60 
Petition - Accord a Filing Date Under § 1.62 
Petition - Make Application Special 
Petition - Public Use Processing 
Non-English Specification 
Petition - Revive Abandoned Appl. 
Petition - Revive Abandoned Appl. (Small Entity) 
Petition - Revive Unintentionally Abandoned Appl. 
Petition - Revive Unintentionally Abandoned Appl. (Small Entity) 
SIR - Prior to Examiner’s Action 
SIR - After Examiner’s Action $1,580 
Submission of an Information Disclosure Statement (§ 1.97) . 
Issue Fee $1,130 
Issue Fee (Small Entity) $565 
Design Issue Fee $400 
Design Issue Fee (Small Entity) $200 
Plant Issue Fee $570 
2 ) Plant Issue Fee (Small Entity) $285 
.19(a)(1)(i) Copy of Patent $3 
-19(a)(1)(ii) Patent Copy - Expedited Local Service $6 
.19(a)(1)(iii) Patent Copy Ordered Via EOS - Expedited Service $25 
-19(a)(2) Plant Patent Copy $12 
-19(a)(3)(i) Copy of Utility Patent or SIR in Color $24 
-19(b)(1)(i) Certified Copy of Patent Application as Filed $12 
-19(b)(1)(ii) Certified Copy of Patent Application as Filed, Expedited $24 
-19(b)(2) Cert. or Uncert. Copy of Patent- Related File Wrapper/Contents $150 
-19(b)(3) Cert. or Uncert. Copies of Office Records, per Document $25 
.19(b)(4) For Assignment Records, Abstract of Title and Certification $20 
.19(c) Library Service $50 
.19(d) List of Patents in Subclass $3 
.19(e) Uncertified Statement-Status of Maintenance Fee Payment 
Copy of Non-U.S. Patent Document 
Comparing the Certifying Copies, Per Document, Per Copy 
Duplicate or Corrected Filing Receipt 
Certificate of Correction 
Reexamination 
Statutory Disclaimer 
Statutory Disclaimer (Small Entity) 
Maintenance Fee - 3.5 Years 
Maintenance Fee - 3.5 Years (Small Entity) 
Maintenance Fee - 7.5 Years 
Maintenance Fee - 7.5 Years (Small Entity) 
Maintenance Fee - 11.5 Years 
Maintenance Fee - 11.5 Years (Small Entity) 
Surcharge - Maintenance Fee - 6 Months 
Surcharge - Maintenance Fee - 6 Months (Small Entity) 
Surcharge - Maintenance After Expiration 
Extension of Term of Patent 
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37 CFR Sec. 


1.21(a)(1) 
1.21(a)(2) 
1.21(a)(3) 
1.21(aX(4) 
1.21(aX(4) 
1.21(a)(S) 
1.21(a)(6) 
1.21(b)(1) 
1.21(b)(2) 
1.21(b)(3) 
1.21(c) 
1.21(d) 
1.21(e) 
1.21(g) 
1.21(h) 
1.21(i) 
1.21(j) 
1.21(k) 
1.21(1) 
1.21(m) 
1.21(n) 
1.21(0) 
1.21(p) 

1.24 

1.296 
1.445(a)(1) 
1.445(a)(2)(i) 
1.445(a)(2)ii) 
1.445(a)(3) 
1.482(a)(1)(i) 
1.482(a)(1 (ii) 
1.482(a)(2)(i) 
1.482(a)(2)(ii) 
1.492(a)(1) 
1.492(a)(1) 
1.492(a)(2) 
1.492(a)(2) 
1.492(a)(3) 
1.492(a)(3) 
1.492(a)(4) 
1.492(a)(4) 
1.492(a)(5) 
1.492(a)(5) 
1.492(b) 
1.492(b) 
1.492(c) 
1.492(c) 
1.492(d) 
1.492(d) 
1.492(e) 
1.492(e) 
1.492(f) 
2.6(a)(1) 
2.6(a)(2) 
2.6(a)(3) 
2.6(a)(4) 
2.6(a)(5) 
2.6(a)(6) 
2.6(a)(7) 
2.6(aX(8) 
2.6(a)(9) 
2.6(a)(10) 
2.6(a)(11) 
2.6(a)(12) 
2.6(a)(13) 
2.6(a)(14) 
2.6(a)(15) 
2.6(a)( 16) 
2.6(a)(17) 
2.6(a)( 18) 
2.6(a)(19) 
2.6(b)( 1 (i) 
2.6(b)( 1 ii) 
2.6(b)( 1 iii) 
2.6(b)(2){i) 
2.6(b)(2){ii) 
2.6(b)(3) 


DESCRIPTION 


Admission to Examination 

Registration to Practice 

Reinstatement to Practice 

Certificate of Good Standing 

Certificate of Good Standing, Suitable Framing 
Review of Decision of Director, OED 
Regrading of Examination 

Establish Deposit Account 

Service Charge Below Minimum Balance 
Service Charge Below Minimum Balance 

Filing a Disclosure Document 

Box Rental 

International Type Search Report 

Self-Service Copy Charge 

Recording Patent Property 

Publication in the OG 

Labor Charges for Services 

Unspecified Other Services 

Retaining Abandoned Application 

Processing Returned Checks 

Handling Fee - Incomplete Application 
Terminal Use APS-Text 

Terminal Use APS-Text by the PTDL’s 
Coupons for Patent Copies 

Handling Fee - Withdrawal SIR 

Transmittal Fee 

PCT Search Fee - No U.S. Application 

PCT Search Fee - Prior U.S. Application 
Supplemental Search 

Preliminary Exam Fee 

Preliminary Exam Fee 

Additional Invention 

Additional Invention 

Preliminary Examining Authority 

Preliminary Examining Authority (Small Entity) 
Searching Authority 

Searching Authority (Small Entity) 

PTO Not ISA nor IPEA 

PTO Not ISA nor IPEA (Small Entity) 

Claims - IPEA 

Claims - IPEA (Small Entity) 

Filing with EPO/JPO Search Report 

Filing with EPO/JPO Search Report (Small Entity) 
Claims - Extra Individual (Over 3) 

Claims - Extra Individual (Over 3) (Small Entity) 
Claims - Extra Total (Over 20) 

Claims - Extra Total (Over 20) (Small Entity) 
Claims - Multiple Dependents 

Claims - Multiple Dependents (Small Entity) 
Surcharge 

Surcharge (Small Entity) 

English Translation - After 20 Months 
Application for Registration, Per Class 
Amendment to Allege Use, Per Class 

Statement of Use, Per Class 

Extension for Filing Statement of Use, Per Class 
Application for Renewal, Per Class 

Surcharge for Late Renewal, Per Class 
Publication of Mark Under § 12(a), Per Class 
Issuing New Certificate of Registration 
Certificate of Correction of Registrant’s Error 
Filing Disclaimer to Registration 

Filing Amendment to Registration 

Filing Affidavit Under Section 8, Per Class 
Filing Affidavit Under Section 15, Per Class 
Filing Affidavit Under Sections 8 & 15, Per Class 
Petitions to the Commissioner 

Petition to Cancel, Per Class 

Notice of Opposition, Per Class 

Ex Parte Appeal to the TTAB, Per Class 
Dividing an Application, Per New Application Created 
Copy of Registered Mark 

Copy of Registered Mark, Expedited 

Copy of Registered Mark Ordered Via EOS, Expedited Svc. 
Certified Copy of TM Application as Filed 
Certified Copy of TM Application as Filed, Expedited 
Cert. or Uncert. Copy of TM-Related File Wrapper/Contents 


Dec 1991 


$290 
$100 
$15 
$10 
$20 
$120 
$120 
$10 
$20 
$20 
$10 
$50 
$35 
$0.25 
$40 
$20 
$30 
Actual Cost 
$130 
$50 
$130 


$3 
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Oct 1992 


$300 
$100 
$15 
$10 
$20 
$130 
$130 
$10 
$25 
$25 
$10 
$50 
$40 
$.25 
$40 
$25 
$30 
Actual Cost 
$130 
$50 
$130 
$40 
$70 
$3 
$130 
$200 
$620 
$410 
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37 CFR Sec. 


2.6(b)(4)(i) 
2.6(b\(4)(ii) 
2.6(b)(5) 
2.6(b)(6) 
2.6(b)(6) 
2.6(b)(7) 
2.6(b)(8) 
2.6(b)(9) 
2.6(b)(10) 
2.6(b)(11) 
1.19(g) 
1.24 


Terminal Use T-SEARCH 
Self-Service Copy Charge 
Labor Charges for Services 
Unspecified Other Services 


Trademark Coupons 
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Cert. Copy of Registered Mark, Title or Status 

Cert. Copy of Registered Mark, Title or Status - Expedited 
Certified or Uncertified Copy of TM Records 

Recording Trademark Property, Per Mark, Per Document 
For Second and Subsequent Marks in Same Document 
For Assignment Records, Abstracts of Title and Cert. 


Actual Cost 


Comparing and Certifying Copies, per Document, per Copy $25 


$3 


[1141 OG 68] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
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37 CFR Parts 1 and 2 
[Docket No. 90363-9221] 
RIN: 0651-AA40 


Patent and Trademark Automated Search System Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent and trademark cases, 
Parts 1 and 2 of Title 37, Code of Federal Regulations, to set 
forth fees for public access to the text data bases resident 
on the Automated Patent System (APS) and the automated 
trademark search system (T-Search). Pub. L. 100-703, enacted 
on November 19, 1988, allows the Commissioner to establish 
reasonable fees for on-line access to the automated search 
systems. 

The Office will provide on-line access to its USPAT data 
base (fll text of U.S. patents issued after 1974), the U.S. 
classification data from 1790 to the present, and to English 
abstracts of Japanese and Chinese patents (to the extent they 
are available), hereinafter referred to as APS-Text, in its Patent 
Search Room and to T-Search in its Trademark Search Library, 
located in Arlington, Virginia. Except for a series of pilot 
experiments which may occur over the next one or two years, 
the Office does not plan to provide routine remote on-line 
access to these data bases at any other facilities at the present 
time. A separate rulemaking process will be followed when 
the Office determines to provide such remote on-line access. 

Both search systems have been made available to the public 
free of charge since April 3, 1989, for the purposes of education 
and training (familiarization). 

The paper and/or microfilm collections of U.S. patents, for- 
eign patents documents and U.S. trademark registrations con- 
tinue to be available to the public free of charge, as provided 
by section 104(b) of Pub. L. 100-703. The Office reaffirms its 
commitment to hold a public hearing prior to making any 
decision concerning the elimination of the paper files. 

This final rule establishes fees for use of the on-line auto- 
mated search systems. In addition, procedures for public use 
of the automated search systems, including training and char- 
ging of fees, are presented. 

In response to the notice of proposed rulemaking published 
in the Federal Register on May 3, 1989 (54 FR 18907), and 
at a public hearing held on June 30, 1989, the Office received 
many comments regarding problems encountered by the public 
in the use of T-Search. The Office believes that T-Search has 
proven effective for searches performed by Trademark exam- 
ining attorneys in connection with their examination of applica- 
tions for the registration of marks. Although the Office is 
establishing a fee for accessing the T-Search system, the Com- 
missioner is immediately suspending collection of that fee to 
provide additional time for the public to familiarize themselves 
with T-Search. The Office will provide the public with sixty 
days notice before starting to collect the fee. 

Effective Date: February 12, 1990. Rule 2.6(w) will take effect 
February 12, 1990 but immediately be suspended by the Com- 


missioner. The Office will provide written notice in the Federal 
Register sixty days before starting to collect fees for accessing 
T-Search. 

For Further Information: Frances Michalkewicz by telephone 
at (703) 557-1610 or by mail marked to her attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: The purpose of this final rule is 
to establish new fees for the on-line use by the public of APS- 
Text, and T-Search that are to be provided in the Office’s 
facilities in Arlington, Virginia. This final rule is consistent 
with the Office’s Electronic Data Dissemination Policies and 
Guidelines, which were published in final form in the Federal 
Register on May 3, 1989, at 54 FR 18920. Establishment and 
adjustment of patent fees is provided for by section 6 and 
section 41 of Title 35, United States Code, and section 103(b) 
of Pub. L. 100-703. Establishment and adjustment of trademark 
fees is authorized by section 31 of the Trademark (Lanham) 
Act 1946, as amended (15 U.S.C. 1113), and section 103(a) 
of Pub. L. 100-703. Information on the procedures for public 
use of the automated systems, including training, waivers, and 
the charging of fees, also is presented. 

Background: In response to Pub. L. 96-517, the 1980 legislation 
which amended patent and trademark laws, the Office prepared 
and submitted a plan for the automation of its operations to 
Congress on December 13, 1982. The plan centered on two 
basic concepts: the creation of electronic data bases that (1) 
would eventually replace the Office’s all-paper patent and trade- 
mark files, and thereby improve the integrity and quality of 
Office records; and (2) would support searches, examinations, 
Office actions and other Office functions through electronic 
workstations which would provide text and image retrieval 
capabilities and perform other automation functions. 

Over 700,000 active Federal trademark registations have 
been converted to an electronic data base of textual and digital 
image data. A computer system has been installed to enable 
trademark examining attorneys to search the data base for regis- 
tered and pending trademarks and associated textual data, 
including marks containing designs, and to retrieve, display 
and print all information as a substitute for paper file searches. 
Trademark examining attorneys have been using T-Search 
exclusively since January 1988 via a network of approximately 
40 terminals. After a six-month experimental T-Search evalua- 
tion program conducted between June and December 1988, the 
capability was deployed for public use in the Trademark Search 
Library on April 3, 1989. 

The T-Search “dead data base”, trademarks cancelled, 
expired or abandoned since March 1984, also is available to 
the public, but approximately 17,000 images are missing and 
an additional 184,000 registrations and applications have not 
been quality checked. Trademark examining attorneys do not 
search this data base in connection with examining activities. 

An Automated Patent System (APS) was installed for test 
and evaluation purposes, using one patent examining group as 
an operational testbed. Major operational components of APS, 
that is, large scale computers with conventional magnetic 
storage devices, a high-speed local data communications net- 
work, and electronic workstations equipped with two high reso- 
lution graphic displays and laser printers were interconnected 
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on July 1, 1986, to enable system test and evaluation to begin 
in the testbed group. 

On-line access to the full-text of all U.S. patents granted 
after 1974 and then to English language abstracts of Japanese 
patents was deployed to the patent examining staff beginning 
in 1986. On-line access to APS-Text permits examiners to 
search the text of approximately one million U.S. patents con- 
taining more than five billion words. Today, all examiners have 
been trained in the use of the full-text searching tool, and it 
has become a routine part of the patent examination process 
for many examiners. Searches are conducted from approxi- 
mately 71 single screen text terminals located throughout the 
Office. The APS-Text capability was deployed to the public 
in the Patent Search Room on April 3, 1989. 

The Office intends to enter the text of virtually all U.S. 
patents issued after 1970. In addition, selected tubular data and 
chemical and mathematical equations will be added to the 
current full text file. Ultimately, approximately 1.2 million U.S. 
patents will be available to both patent examiners and the public 
for search in full text form. 

Public evaluation of the APS full-text search capability was 
conducted between January 11 and April 15, 1988. Forty-two 
(42) public users were trained an APS-Text during January 
1988, and allowed first-come/first-serve access to several termi- 
nals. Reactions of public users to APS-Text were positive. 
Public users found APS-Text useful for pre-application and 
state-of-the-art searches. 

A total of 38 public users were trained on T-Search during 
a public evaluation period conducted between June and 
December 1988. Preliminary review indicated that public users 
considered T-Search to be useful both as a source for registra- 
bility searching and for verifying paper searches. In addition, T- 
Search was found to facilitate searches by class and ownership. 

Pub. L. 100-703, enacted on November 19, 1988, allows the 
Commissioner to establish reasonable fees for public access to 
the automated search systems while it continues the require- 
ments that no more than 30 percent of automation resources 
may be from user fees and that the Office may not enter into 
exchange agreements relating to automatic data processing 
resources. 

Section 104(c) of Pub. L. 100-703 allows the Commissioner 
to waive the payment by an individual of fees for accessing 
the automated search systems upon a showing of need or hard- 
ship, and if such waiver is in the public interest. 

The information contained in the automated data bases, 
which will be available to the public at the Patent and Trademark 
Office in Arlington, Virginia, is available free of charge at that 
location in paper form, and is substantially available through 
commercial vendors. The Office believes it to be in the public 
interest to waive the fee for public access to its text data bases 
in situations where access to the data base is needed for a 
personal, educational purpose by an individual or member of 
an educational or non-profit organization, or where payment 
of the fee would pose a genuine financial hardship to the user. 

A personal, educational purpose is one in which the person 
using the data base is attempting to satisfy a personal need, 
and is not conducting a search or otherwise using the data base 
for compensation in any form. Examples of appropriate waiver 
situations would include students or teachers doing a term 
paper, a university professor collecting background information 
for the preparation of an application for a research grant. An 
example of a situation where a waiver would not be appropriate 
would include an individual doing work for renumeration -- 
e.g., a law student doing a pre-examination or infringement 
search for a law firm. 

The Commissioner will further consider a fee waiver based 
on a genuine financial hardship. The person requesting a waiver 
will be required to provide information that would demonstrate 
a clear inability to pay the fee. 

A waiver for the payment of fees is intended to be granted 
sparingly, and generally only when terminals are available. It 
is not anticipated that fees will be waived for any one individual 
more than once or twice each year. The Commissioner reserves 
the authority to control access to the data bases and deny a 
waiver to any individual. 

The waiver policy would apply only to use of the automated 
system, and not to the printing or sale of copies. Any abuse 
of the waiver policy could lead to a ban on the use of any 
public search facility for that individual. 
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Cost Calculations: The Office calculated unit costs for all 
fees based on OMB Circular A-25 “User Fees”, and OMB 
Circular A-130, “Management of Federal Information 
Resources.” Costs were determined from the best available 
records (for example, financial statements for the Office) and 
included direct and indirect costs to the Office of carrying out 
the activity, as directed by OMB Circular A-25. User charges 
for both APS-Text and T-Search were based on the marginal 
costs of providing these services to the public. 

In calculating the costs of providing access to T-Search and 
APS-Text to the public, the Office followed Congressional 
direction that fees be resonable by reflecting the marginal cost 
for providing the new service and not include the costs of 
designing or installing the automated system for use by Office 
examiners, or the development of the new systems. 

Prior to preparation of this final rule, all of the cost assump- 
tions and cost calculations were reviewed and modified to en- 
sure that they included the Office’s best estimates and projec- 
tions. 


APS-Text 


The Office is establishing the $40.00 fee for each hour of 
terminal session time on APS-Text. The marginal costs for one 
hour terminal session time on APS-Text include a portion of 
the lease cost of a new computer mainframe which originally 
was to be acquired in fiscal year 1990 for use by Office patent 
examiners. To meet public search requirements, the mainframe 
is being leased earlier than originally planned. That portion of 
lease costs for the three (3) month period March 1990 through 
May 1990 over and above the lease costs for a mainframe sized 
to meet only examiner needs is being passed on to the user. 
After May 1990, the mainframe was intended to be procured 
and installed to support APS. Therefore, no costs are being 
passed on to the public user after that time. When public usage 
reaches the level where a mainframe dedicated for public use 
is required, fee adjustments will be proposed to pass all of the 
costs of that mainframe on to the public. 

The level of public use will affect the amount of main 
memory needed to support the additional search sessions. It is 
projected than an additional increment of main memory will 
be required in fiscal years 1991 and 1992. This increment 
would not be required to support the examiner workload alone. 

The fee calculations for public access also include the costs 
for equipment: network interface units, text terminals, printer 
noise dampeners and text terminal printers. 

Other costs include a portion of the license fees that must 
be paid to Chemical Abstracts Service for its proprietary text 
and structure search software; additional personnel for the 
Patent Search Room, and the Office of Information Systems; 
computer installation costs; supplies and equipment dedicated 
to public use; and general and administrative overhead. 

The Office is providing free access time during training on 
the automated search systems in accordance with § 104(c) of 
Public Law 100-703 which reads. “...a limited amount of free 
access shall be made available to all users of the systems for 
purposes of education and training.” 

The usage rate estimates are based on the three-month public 
user study performed from January through March 1988. For 
this study, 42 frequent Patent Search Room users were selected 
to be trained in the use of APS-Text. Three text terminals were 
made available to the trained public users at no charge. During 
the three-month study period, use of the three terminals aver- 
aged approximately 50 percent. While it is impossible to accu- 
rately predict future use by a more diverse group of public 
users, the cost calculations attempted to take into account the 
following factors and assumptions: 

1. Future public users, on averge, would use APS-Text less 
frequently than the 42 frequent users selected for the 1988 
study, many of whom routinely used commercially available 
automated text search tools. 

2. Collection of a fee for use (as opposed to the absence of 
any charge during the study) would reduce demand for text 
search services when compared with usage data obtained during 
the study period. 

3. The potential universe of public users is expected to 
average no more than 300 per day. 
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4. The average length of a public user search session is The marginal cost for a printed copy generated from APS- 
projected to be approximately 22 minutes -- the average length Text includes costs for compensation and benefits, printers, 
of a search session during the 1988 test of public use. furniture for the printers, supplies and forms, and general and 

5. Based on the preceding assumptions, if all 300 potential administrative overhead. A summary is as follows: 
public users conducted a single search session during a 
workday, a total of 110 hours of access would be required. 

Twenty-five text terminals available five days a week, twelve APS-Text 

hours a day, would provide a maximum potential of 300 hours Marginal Cost of 

of available text search time. Under these assumptions, the Each Printed Page 
number of text terminals appeared to be adequate for the fore- (December 1989-November 1992) 
seeable future. 

6. For purposes of actual use of available text terminals, the Public Share 
following estimates were used: Cost Element (Marginal Cost) 

(a) In fiscal year 1990, between four (4) and six (6) termi- 
nals would be available during the first quarter. An estimate | Personnel: Compensation and 


of 45 percent utilization of available text terminal time was _ Benefits 

projected. By increasing the number of text terminals to 10 in Hardware & Maintenance 
January 1990 and 20 in April 1990, an estimate of 40 percent Non-capital Furniture 
utilization of available text terminal time was projected. By Supplies & Forms 
increasing the number of text terminals to 25 in July 1990, an Sub-Total 

estimate of 35 percent utilization of available text terminal time General & Administrative 


was projected. 


Overhead 


(b) During fiscal year 1991 and beyond, stable levels of TOTAL COST 
usage were projected to be achieved, yielding an estimated 35 _—_ Estimated Use (pages) 
percent average utilization of the 25 available terminals. This UNIT COST(per page) 


$173,472 
$13,483 
$5,000 
$35,882 
$227,837 


$42,150 
$269,987 
4,496,325 


$0.060 


utilization rate equates to 105 session hours per day, or an 
average of 4.2 session hours per terminal per day. At an average 
of 22 minutes per session, a total of 286 search sessions per 
day. Although usage rates since the system was made available 
to the public in April 1989 have been higher than projected, 
the Office believes these projections are valid for the three- 
year fee cycle. 


A summary of the fee calculations is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Terminal Session Time 
(December 1989-November 1992) 


Public Share 

Cost Element (Marginal Cost) 
ersonnel: Compensation 

and Benefits $918,196 
Hardware & Maintenance $691,289 
Software (license fees) $295,676 
Site Preparation $38,118 
Non-capital Furniture $8,750 
Supplies & Forms $3,500 
Sub-Total $1,955,529 
General & Administrative 
Overhead $361,773 
TOTAL COST $2,317,302 
Estimated Use (hours) $65,946 
UNIT COST (per hour) $35.14 


The marginal cost for one hour of Office staff search assis- 
tance on APS-text includes the costs of personnel compensation 
and benefits. 


A summary of the fee calculation is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Office Staff Search Assistance 
(December 1989-November 1992) 


Public Share 
Cost Element (Marginal Cost) 


Personnel: 


T-Search 


The marginal cost for one hour of terminal session time on 
T-Search includes the costs of personnel in the Trademark 
Search Library, maintenance of the T-Search terminals, routine 
site preparation, supplies and forms, and general and adminis- 
trative overhead. The Office is establishing the $40.00 fee 
for each hour of terminal session time on T-Search, but is 
immediately suspending collection of that fee in order to pro- 
vide public users additional time to familiarize themselves with 
the system. 

The comments submitted in response to the proposed rulem- 
aking indicate that the public users have not adequately adjusted 
to the T-Search system. During the period collection of the fee 
is suspended, the public will have an opportunity to better learn 
the system so as to perform more effective searches than they 
may be experiencing now. The Office will publish a notice in 
the Federal Register sixty days before it begins collecting a 
fee for public access to T-Search. 

Usage rates for T-Search during fiscal years 1990-1992 were 
projected to be 28 percent of the hours the system would be 
available to the public. This rate was extrapolated from actual 
usage rates during the T-Search public user pilot program which 
was conducted from June through December 1988. A total of 
38 members of the public were trained on T-Search, and about 
24 to 28 public users were active on T-Search each month. 
The overall usage rate of these active users was 14 percent of 
the hours the system was available to the public. In projecting 
usage rates on which to base a fee amount, it was anticipated 
that the overall number of users and the usage rate would 
double once T-Search was made available in the Trademark 
Search Library to all users of that search facility and training 
was provided on a routine basis. Although usage rates since 
the system was made available to the public in April 1989 have 
been higher projected, the Office believes these projections are 
valid for the three-year fee cycle. 

A summary of the fee calculations are as follows: 


T-Search 
Marginal Cost of One-Hour of 
Terminal Session Time 
(December 1989-November 1992) 


Public Share 
Cost Element (Marginal Cost) 


Personnel: Compensation 


Annual Com 


pensation and Benefits 


TOTAL COST 


Work Hours (per annum) 
UNIT COST (per hour) 


and Benefits 

Hardware & Maintenance 
Site Preparation 

Supplies & Forms 
Sub-Total 


$154,451 
$28,809 
$1,000 
$3,298 
$187,558 
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Cost Element (Marginal Cost) 


General & Administrative 
Overhead 

TOTAL COST 

Estimated Use (hours) 
UNIT COST (per hour) 


$34,698 
$222,256 
5,985 


$37.14 


The marginal cost for a printed copy generated from T- 
Search includes costs for compensation, and supplies and forms. 
A summary of the costs is as follows: 


T-Search 
Marginal Cost of 
Each Printed Page 
(December 1989-November 1992) 


Public Share 
(Marginal Cost) 


Cost Element 


Personnel: Compensation 
and Benefits 

Hardware & Maintenance 
Supplies & Forms 

Sub-Total 

General & Administrative 
Overhead 

TOTAL COST 

Estimated Use (pages) 
UNIT COST (per page) 


$27,862 
$5,274 
$3,579 
$36,715 


$6,792 
$43,507 
448,875 


$0.097 


The proposed fee of $25.00 for each hour of Office staff 
search assistance to conduct a search using T-Search has been 
withdrawn. The T-Search system can be used by the public 
with routine assistance provided by the regular staff of the 
Trademark Search Library. This is similar to assistance on how 
to use the paper files now provided free of charge by the 
Trademark Search Library staff. Office employees will neither 
work one-on-one with members of the public in conducting 
searches, nor conducted searches for members of the public. 

Rounding Procedures: Fee amounts were rounded so that 
the amount rounded would be de minimis and convenient to 
the user. This procedure is consistent with section 103(b) of 
Pub. L. 100-703 which allows the Office to adjust patent fees 
in the aggregate, and with section 103(a) of Pub. L. 100- 
703 which allows the Office to adjust trademark fees in the 
aggregate. 

The Office has detailed cost calculation worksheets for each 
fee item, which are available for public inspection in Suite 904 
of Building 2, Crystal Park at 2121 Crystal Drive, Arlington, 
Virginia. 


PROCEDURES FOR PUBLIC USE OF 
APS-TEXT AND T-SEARCH 


Patent Search Room Configuration 


Initially four (4) text search terminals will be installed and 
available for public use in the Patent Search Room. A printer 
will be associated with each text search terminal. An additional 
terminal will be located in Patent Search Room employee office 
space for control and adminstrative activities. Up to twenty- 
one (21) more terminals and printers are planned to be added 
for public use during fiscal year 1990, if necessary. 


Trademark Search Library Configuration 


Initially three (3) T-Search terminals with associated printers 
all be installed and available for public use in the Trademark 
Search Library. The terminals will be clustered in one area of 
the Trademark Search Library. An additional terminal will be 
located in Trademark Search Library employee office space 
for control and administration activities. Additional terminals 
printers will be added as demand warrants and space permits. 


Training 


To enable prospective public users to become effective on 
APS-Text, approximately fourteen (14) hours of free basic 
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training is being offered. For those familiar with automated 
search systems, a shorter course of six (6) hours is provided. 
Ten (10) members of the public can be trained during each 
class. Training is being held at the Office’s Arlington, Va. 
complex during normal work hours. 

Four (4) hours of basic training is being offered on the use 
of T-Search. For those familiar with automated search systems, 
a shorter course of one (1) hour is available. T-Search training 
is being held in the Office’s Arlington, Va. complex during 
morning, evening and weekend hours. 

Enrollment in all training classes initially was on a lottery 
basis. Public users who wished to be trained on APS-Text or 
T-Search were required to submit an application form. The 
Office is now accepting requests for training and adding the 
names to the list. As of August 31, 1989, 696 people or 70 
percent of all those requesting training have been trained. 


System Use and Fee Procedures 


To ensure equity of public access to the automated systems, 
as well an efficient operations, rules for use will be posted at 
the terminals. Users of the systems will be expected to comply 
with the rules and with all other regulations regarding the use 
of facilities. 

Users are strongly encouraged to register in advance for 
system use. Each week, the next week’s schedule will be avail- 
able in the Patent Search room and the Trademark Search 
Library. Should requests for blocks of terminal time exceed 
the availability of terminals, limits on the amount of reserved 
time may be instituted. Up to three (3) of the initial four (4) 
terminals in the Patent Search Room and up to two (2) of the 
initial three (3) terminals in the Trademark Search Library will 
be allocated to public users with advance reserved times. The 
remaining terminal in the Patent Search Room will be available 
for walk-up users and for assisted searches for infrequent users. 
The remaining terminal in the Trademark Search Library will 
be available for walk-up users. The terminal time reservation 
system and the number of terminals available for walk-up public 
use and for assisted searches (in the Patent Search Room) is 
subject to change based upon operational experience. 

All public use of APS-Text and T-Search, with the exception 
of scheduled training classes, is on a pre-payment basis. In 
pre-paying for use of the systems, the public may use a blank 
signed check, major credit card or charge to a deposit account. 
At the end of the search or the pre-paid amount of time, users 
will receive an accounting from Patent Search Room or Trade- 
mark Search Library staff for terminal time used and prints 
produced. The user must then finalized payment. 


Discussion of Specific Rules 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21 is amended to add new paragraph (0) to set the 
fees for access to the Automated Patent System full-text search 
capability (APS-Text) and to provide for the waiver of fees 
under certain circumstances. 

Section 1.21 is amended to add new paragraph (p) to set the 
fees for APS-Text search assistance by Office staff. 

Section 1.21 is amended to add new paragraph (q) to set the 
fee for a printed copy from APS-Text. 


37 CFR 2.6 Trademark fees 


Section 2.6 is amended to add new paragraph (w) to set the 
fees for access to the automated trademark search system (T- 
Search) and to provide for the waiver of fees under certain 
circumstances. 

Section 2.6 is amended to add new paragraph (x) to set the 
fee for a printed copy from T-Search. 

A final rule package establishing two new fees under the 
provisions of Pub. L. 100-667, the Trademark Law Revision 
Act of 1988, has been published which added paragraphs (u) 
and (v) to section 2.6. Therefore, the rule has been modified 
from the proposal to add paragraphs (w) and (x) instead of 
paragraphs (u), (v) and (w). 


Response to Comments on the Rules 


A notice of proposed rulemaking to establish a basis for the 
charges for use of the on-line automated search systems in the 
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Patent Search Room and Trademark Search Library located at 
the Patent and Trademark Office in Arlington, Virginia was 
published in the Federal Register on May 3, 1989, at 54 FR 
18907. Corrections were published in the Federal Register on 
May 12, 1989, at 54 FR 20670. A notice also was published 
on May 30, 1989, in volume 1102 of the Official Gazette of the 
United States Patent and Trademark Office, pages 94 through 98 
for patents, and pages 96 through 100 for trademarks. 


A public hearing was conducted on June 30, 1989. A total of 
25 comments were received: 24 respondents submitted written 
comments and five people presented oral testimony (four of 
whom also submitted written comments) at the public hearing. 
On the 25 comments, twelve (12) were from individuals, seven 
(7) from libraries, five (5) from organizations and one (1) from 
business. All of the written and oral comments were considered 
in adopting the rules set forth herein. 


Many of the comments from the representatives of the Patent 
Depository Libraries raised questions or commented on the 
proposed rules from the perspective of their impact on Patent 
Depository Libraries. The proposed rules and policies set forth 
in the Federal Register Notice of May 3, 1989 are applicable 
only to the automated search systems provided in PTO’s facili- 
ties located in Arlington, Virginia. When the Office is prepared 
to offer the automated search systems at the Patent Depository 
Libraries, a proposed notice will be published for public com- 
ment. Therefore, any comments relating to procedures for 
accessing the automated search systems in the Patent Deposi- 
tory Libraries will not be addressed at this time. 


Comment: Overall, nine respondents acknowledged the use- 
fulness of the automated search systems, particularly APS- 
Text. Although seven respondents alleged that T-Search is not 
adequate to meet the needs of the public, that its response time 
is too slow, and that it is not sufficiently accurate to meet the 
specific needs of the commentor, most of these respondents 
acknowledged that T-Search had the potential for being a useful 
tool. Documentaton of specific problems, for example, those 
associated with conducting a phonetic search, were provided. 
Two respondents said that T-Search is flawed and the decision 
to require examiners to use the system on an exclusive basis 
was ill-advised and regrettable. 


Response: Trademark examining attorneys have been using 
T-Search for word mark searches since August 1987, and for 
word mark and design searches since January 1988. The public 
has been using the system since April 3, 1989. 


The minutes to the September 27, 1988, meeting of the 
Public Advisory Committee for Trademark Affairs, express the 
view that: “...T-Search searches are more thorough than manual 
searches.” The trapscript to that meeting contains the following 
comments: “I don’t think there is any question, but a T-Search 
[sic] properly done gives an excellent result” and “...from the 
corporate point of view, ... I am pleased to say that I like what 
I see. I like the very fast action we’re getting on the first action.” 
From the transcript to the February 23, 1988 meeting: “I'd like 
to start with a glowing report. I think that the registration 
process is working very well. From my own personal experience 
in terms of what the examiners are doing, they get an A plus. 
They’re really doing a good job.” 


The concensus of the management of the Trademark Exam- 
ining Operation is that the T-Search system meets the needs 
of the Office at this time. There is no indication in any records 
or activities in the PTO which would indicate that the use of 
T-Search has caused a deterioration in the quality of searches 
conducted by Trademark examining attorneys. 


The difference between the perceptions of the Trademark 
examining attorneys and the public may be attributed to several 
factors; Trademark examining attorneys use the system on a 
daily basis; they know what the system can do and what it 
cannot do and avoid the latter; and they know how to utilize 
the system’s functionalities to perform the best search possible. 
Further, Trademark examining attorneys do different types of 
searches, and have different needs, than the public. T-Search 
use statistics for the period April 1989 through August 1989 
demonstrate that the public is making extensive use of the 
system. Following is a summary of those statistics: 
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Average 

Session 

Time 


Hours 
Used By 
Public 


Rate 
of Usage 


Available 
Hours 


513 108 
513 126 
627 183 
570 186 
656 217 


Month 


21% 
24% 
29% 
33% 
33% 


13.02 min. 
12.25 min. 
10.84 min. 
12.51 min. 
9.66 min. 


April 
May 
June 
July 
August 


This usage rate compares favorably to the projected usage 
rate of 28 percent. 

Comment: Seven respondents claimed that the paper Trade- 
mark files have been allowed to deteriorate and, therefore, are 
not reliable for use by the public. 

Response: The Office contracts for file maintenance sevices 
in both the Trademark Search Library and the Patent Search 
Room. Among the tasks performed by the contractor in the 
Trademark Search Library are maintaining the pending files, 
filing newly registered Trademarks, pulling erroneous registra- 
tions from the file, etc. The contract for the Trademark Search 
Library includes a monitoring system based on MIL-STD 105, 
which is a sampling plan that provides a 97 percent accuracy 
level. Once the contractor completes a task, Office staff check 
the required sample levels to ensure that filing was performed 
accurately. The Office is constantly monitoring the status of 
the paper files, but notes that maintenance of paper file integrity 
is subject to inherent limitations. 

Comment: In view of the above comments about the inade- 
quacy of the Trademark paper search files and T-Search, six 
respondents advocated the need for T-Search, at no charge to 
the user, as an adjunct or back-up to the paper files. One 
respondent suggested a similar arrangement in the Patent Search 
Room. 

Response: The Office has adopted the $40.00 fee amount 
for one hour of terminal session time on both APS-Text and 
T-Search. In order to give the public more time to become 
familiar with the T-Search system, the Commissioner is imme- 
diately suspending collection of that fee. This will enable users 
to learn the system so as to perform more effective searches. 
The Office will publish a notice in the Federal Register announ- 
cing its decision regarding the imposition of the fee at least 
60 days before starting to collect the fee amount. At that time, 
the Office also will publish validated cost estimates based on 
usage rates and actual costs documented from the present time 
to the time the decision to collect a fee is made. 

Comment: Two respondents claimed that the objective of 
automation necessarily comtemplated a free search system to 
give meaning to the constructive notice provisions of the Trade- 
mark Act. 

Response: Registration of a trademark constitutes con- 
structuve notice and records of all active trademark registrations 
and pending applications are available for searching free of 
charge in the paper file and on TRAM (Trademark Reporting 
and Monitoring System) data base. 

Comment: One respondent claimed that PTO is required to 
provide access to disclosed patent information as the informa- 
tion is made public; four respondents were opposed to the 
Office charging fees for accessing the automated search systms; 
two other respondents commented that the Office should not 
charge fees for using systems designed to be the sole searching 
source of the public records which the Office is charged by 
law to provide; and one respondent commented that the proposal 
to limit access to the automated data bases only to those who 
can pay a fee is deplorable policy at a time when there is 
concern about industrial competitiveness with Japan. 

Response: The Office will continue to make the paper and/or 
microfilm collections of U.S. patents, foreign patent documents 
and U.S. trademark registrations available for pubic access free 
of charge. The Office also has adopted a policy whereby the 
hourly terminal session fee for access to the data base can be 
waived when it is needed for a personal, educational purpose 
by an individual or member of an educational or non-profit 
organization, or where payment of the fee would pose a genuine 
financial hardship to the user. In this way, the Office will 
continue to provide public access to all available information 
free of charge. 
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Comment: One respondent commented that user fees for 
electronic data is a form of dual taxation when information 
was gathered, organized and produced at taxpayers expense; 
and two respondents claimed that users of information have 
contributed up to 30 percent of the $120 milllion for develop- 
ment of the APS system to date — in other words, the public 
already has paid for APS. 

Response: In calculating the proposed fees, the Office is 
consistent with the Office of Management and Budget’s pro- 
posed policy on user charges for Government information prod- 
ucts, as clarified in the June 15, 1989 Federal Register notice 
entitled “Second Advance Notice of Further Policy Develop- 
ment on Dissemination of Information.” In that notice, OMB’s 
stated policy is that user charges for Government Information 
products should be no higher than a level sufficient to recover 
the costs of disseminating, not collecting, the information. 

The costs associated with the fees for accessing APS-Text 
and T-Search are directly related to the public’s use of the 
systems; for example, the costs associated with the acquisition 
of the APS-Text terminals that are being used by the public. 
No costs associated with designing or installing the automated 
system for use by Office examiners, or the development of 
the new systems have been included. Neither have costs been 
included for gathering, organizing or producing information. 

The Federal Register notice of June 15, 1989 (54 FR 25554, 
25558) dealing with policy development on dissemination of 
information states that: "As to double taxation, OMB notes 
that user charges policy has a basis in statute (31 U.S.C. 9701), 
and the Congress has not viewed user charges as double taxation 
because they are applied when the recipient receives special 
benefits." 

Comment: Two respondents stated that Government informa- 
tion is the same, whether it is provided in printed or electronic 
form. 

Response: Charging fees for access to the automated search 
systems is consistent with PTO’s fee policy. For example, fees 
are charged for manual search services (e.g., for a search of 
Office records or for a search of assignment records), and for 
printed copies of patents and trademarks and for copies of 
Office documents. 

Comment: The Japanese system is available at four locations 
at no cost, and includes U.S. information made available at 
U.S. taxpayer expense 

Response: The Japanese automated search system, like the 
automated search systems in the PTO’s search facilities, is 
being made available free of charge at the present time. The 
costs of such use, however, are being paid from general fee 
revenues collected by the Japanese Patent Office. Additionally, 
the APS-Text system currently includes Japanese English lan- 
guage abstracts and the Office is in the process of acquiring 
Japanese patent information in digital facsimile form. 

Comment: One respondent commented that PTO has no 
responsibility to provide an expensive, complex, internal Gov- 
ernment on-line value-added computer service, that this is far 
beyond the requirements of public access to patent files; and 
another respondent commented that it is in the public interest 
to have the same system that is being used by the examiners 
also available to the public. 

Response: The Office agrees that it is in the public interest 
to provide the same search system capability to the public that 
is being used by the examiners. 

Comment: One respondent stated that providing free access 
is not competing with the private sector, and that there always 
is a place for the private sector to provide value-added informa- 
tion. 

Response: The user charges adopted for public access to 
the APS-Test and T-Search systems are consistent with OMB 
Circulars A-25 “User Charges” and A-130 “Management of 
Federal Information Resources”, and with the PTO’s Electronic 
Data Dissemination Policies and Guidelines. The PTO’s user’s 
fees are designed to recover the marginal costs associated with 
providing access to the automated search systems to the public. 

Comment: Five respondents stated that the proposed fees are 
not “reasonable” and the Office does not have documented 
cost estimates and usage rates to support the proposed fee 
amounts. 

Response: The Office is meeting Congressional direction to 
establish “reasonable” fees by recovering only the marginal 
costs associated with providing public access to the automated 
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search systems. Costs and projected usage rates were deter- 
mined from the best available records, for example, financial 
statements for the Office and the results of the public evalua- 
tions of the APS-Text and T-Search systems. A summary of 
the costs used in the fee calculations is included above under 
“Cost Calculations.” Full details of these cost calculations are 
available for public inspection at the Patent and Trademark 
Office in Suite 904 of Building 2, Crystal Park, at 2121 Crystal 
Drive, Arlington, Virginia. 

Comment: Two respondents questioned the proposed fees 
for search assistance. If the search assistance is similar to that 
which is provided free now, there should be no fee. If the 
search assistance entails doing searches, the Office should not 
be getting into that business. 

Response: The PTO is withdrawing the proposed fee for 
staff search assistance to conduct a search using T-Search capa- 
bilities. The fee for staff search assistance to conduct a search 
using APS-Text capabilities is being adopted, because an 
untrained user cannot conduct a search without significant help 
from Office staff. Users of course, have the option of obtaining 
free training on the system. 

Comment: One respondent commented that user fees cannot 
be justified under the theory that electronic search provides a 
new service or offers an enhancement to the public’s ability 
to search the patent data base, and that the public has an option 
of paying the fee or using the paper files. Another respondent 
commented that APS-Text and T-Search represent enhance- 
ments to services already provided. 

Response: The fees are specifically authorized under $ 104 
(c) of Pub. L. 100-703 and are calculated to allow recovery of 
only the marginal cost for providing the system to the public. 

Comment: Two respondents claimed that the Office should 
ask Congress for funding to offer free access here and at the 
PDLs. 

Response: It continues to be PTO policy, consistent with 
OMB Circular A-130, that costs for access to the automated 
search systems be borne by those who actually use the auto- 
mated search systems. 

Comment: One respondent claimed that the accuracy of the 
trademark data base is suspect. 

Response: All of the backfile data base elements (registra- 
tions issued prior to September 9, 1980) have been corrected 
except owner information. As originally planned, the owner 
field will be cleaned up the active registrations issued prior to 
September 9, 1980. It is projected that this owner field will be 
cleaned up by the third quarter of fiscal year 1991. 

Comment: Three respondents claimed that the public requires 
access to the dead data base. 

Response: The Office will consider this proposal further. 
The dead data base is now available in electronic format for 
all applications and registrations that were active on January 
1, 1983 and are now inactive. However, many of these records 
are of poor quality. Costs for cleaning up these records would 
be significant, and those costs would likely be reflected in the 
T-Search user fee. 

Comment: Four respondents addressed the fee waiver policy. 
The proposal to waive fee appears inconsistent wih PTO’s 
position that the free paper search files provide an equal and 
viable resource to anyone not wanting to pay for the automated 
files. If paper records are inferior, then anyone seeking access 
to T-Search should be able to qualify for the fee waiver. If the 
paper records are adequate, then there should be no need to 
waive the access fee for anyone. 

Response: The waiver policy authorized by Pub. L. 100-703 
is designed for those individuals who, for some reason in the 
public interest, such as an educational purpose, need the capa- 
bilities of the automated system, for example, to manipulate 
the data. 

Comment: One respondent commented that the procedure to 
enroll people in training classes by the use of a lottery was 
unfair and that everyone who wants to be trained should be 
enrolled. 

Response: The lottery was a method for establishing the 
initial schedules to provide training. Everyone who requests 
training will be trained. As of August 31, 1989, 449 out of 
623 people requesting training on APS-Text, and 247 out of 
376 people requesting training on T-Search have been trained. 

Comment: One respondent commented that advance registra- 
tion is an unrealistic approach for many searchers. 
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Response: At least one terminal in the Patent Search Room 
and one in the Trademark Search Library will be available for 
walk-up users. The other terminals will be available first for 
users with a reservation and then, if needed, for walk-up users. 
The system is designed to ensure equity of public access to 
the automated systems. 

Comment: Two respondents asked for information justifying 
that this is not a “Major Rule” as defined by Executive Order 
12291, and that the rule will not have a significant adverse 
impact on small entities. 

Response: The no “major rule” determination and no signifi- 
cant adverse impact on small entities was based on the fact 
that the automated systems are being offered only at the Patent 
and Trademark Office’s public search facilities located in 
Arlington, Virginia. The total number of users of these facilities 
averages less than 400 a day, and many of these users are 
members of law firms or commercial search services. The 
annual effect on the economy is expected to be about $1 million, 
far less than the $100 million annual threshold specified in the 
Executive Order. The fees for accessing the automated search 
systems are reasonable and should not burden small entities 
and, at the same time, the Office is continuing to maintain the 
paper search files which are available to the public free of 
charge. Finally, there should be no significant adverse effects 
on competition, because the systems are being offered only at 
one location, the Patent and Trademark Office in Arlington, 
Virginia, and the public may continue to use paper files without 
payment of any fee. 

Comment: Five respondent commented that user fees burden 
small entities and run counter to a fundamental objective of 
the patent system which is to advance technology through 
dissemination of the technical information contained in patents. 

Response: The Office does not believe that the fee amounts 
adopted will burden small entities or negatively impact the 
dissemination of technical information. The Office also will 
continue to maintain the pape. search files using taxpayer funds, 
and provide access to the public free of charge. Further, the 
Office has adopted a fee waiver policy whereby the fee amount 
can be waived where access to the data base is needed for a 
personal, educational purpose by an individual or member of 
an educational or non-profit organization, or where payment 
of the fee would pose a genuine financial hardship to the user. 
Full details are included above under “Background”. 

Comment: One respondent commented that the Office needs 
a policy to ensure that no user of the patent and trademark 
information is disenfranchised due to an inability to pay for 
the services necessary to its access. 

Response: The Commissioner will consider a fee waiver for 
users with a genuine financial hardship. 


Other Considerations: 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501, et seq. There are no information 
collection requirements relating to patent and trademark fee 
rules. 

The Office has determined that this notice has no Federalism 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354). The rules 
make the Office’s on-line, automated patent full-text search 
and trademark search systems available to the public at rates 
significantly less than commercial systems. 

The Office has determined that this rule change is not a 
major rule under Executive Order 12291. The annual effect on 
the economy will be less than $100 million. There will be no 
major increase in costs or prices for consumers, individual 
industries, Federal, State or local government agencies, or geo- 
graphic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States-based enterprises to 
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compete with foreign-based enterprises in domestic or export 
markets. 


List of Subjects in 37 CFR Parts 1 and 2 
37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions and 
patents, Lawyers, Reporting and record keeping requirements, 
Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


For the reasons set forth in the permeable, the Office is 
proposing to amend Title 37 of the code of Federal Regulations, 
Chapter 1, as set forth below. 


PART 1-RULES OF PRACTICE IN PATENT CASES. 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.21 is amended by adding new paragraphs (0)-(q). 


$1.21 Miscellaneous fees and charges. 


(0) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using Automated Patent 
System full-text search capabilities, prorated for the actual time 
used. The Commissioner may waiver the payment by an indi- 
vidual for access to the Automated Patent System full-text 
search capability (APS-Text) upon a showing of need or hard- 
ship, and if such waiver is in the public interest $40.00 

(p) Marginal cost, paid advance, for each hour of Office 
staff search assistance to conduct a search using Automated 
Patent System full-text search capabilities (APS-Text), prorated 
for the actual time used $25.00 

(q) Marginal cost, for each printed page generated from the 
Automated Patent System text terminal $0. 


PART 2- RULES OF PRACTICE IN TRADEMARK CASES 


1. The authority citation for Part 2 continues to read as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by adding new paragraphs (w)-(x). 


§ 2.6 Trademark fees 


(w) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using T-Search capabilities, 
prorated for the actual time used. The Commissioner may waive 
the payment by an individual for access to T-Search upon a 
showing of need or hardship, and if such waiver is in the — 
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(x) Marginal cost, for each printed page generated from the 
T-Search terminal $0. 


JEFFREY M. SAMUELS 
Acting Commissioner of Patents 
and Trademarks 


Dec. 4, 1989 


{1110 0.G. 601] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 2 


Patent and Trademark Automated Search System Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Listing of suspension of final rule 
Summary: The Patent and Trademark Office (Office), on 
December 11, 1989, amended the rules of practice in patent 
and trademark cases, Parts | and 2 of Title 37, Code of Federal 
Regulations, setting forth the fees for public access to the 
Office’s text data bases: the Automated Patent System (APS) 
and the automated trademark search system (T-Search). 54 FR 
50942. That final rule became effective on February 12, 1990. 
On that date, 37 CFR 2.6(w), dealing with T-Search fees, took 
effect, but was immediately suspended by the Commissioner. 
The collection of the fee was initially suspended to permit 
users to become familiar with the T-Search system. The T- 
Search system has been available to the public since April 
1989, a sufficient time for users to become familiar with the 
system. Therefore, as provided in the final rule, the Office now 
gives notice that the suspension is lifted. The Office will begin 
to collect the fees set forth in 37 CFR 2.6(w) sixty (60) days 
from the date of this notice. Cost estimates based on usage and 
actual costs are available for inspection in the Office of Long- 
Range Planning and Evaluation, Room 507, Crystal Park 1, 
Crystal Drive, Arlington, Virginia. 
Dates: The suspension of 37 CFR 2.6(w) is lifted as of Nov. 
13, 1990. The collection of fees under 37 CFR 2.6(w) will 
begin on November 13, 1990 
For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail to her attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


September 4, 1990 


[1119 0.G.6] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 95-0720187-5187-01] 
RIN 0651-AA79 


Rules of Practice in Patent Cases; 
Reexamination Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Proposed Rulemaking 

Summary: The Patent and Trademark Office (Office) is pro- 
posing to amend its rules of practice in patent cases to provide 
revised procedures for the reexamination of patents. H.R. 1732 
proposes to authorize the extension of reexamination proceed- 
ings as a means for improving the quality of United States 
patents. The Office intends, through this proposed amendment 
of its rules, to provide patent owners and the public with guid- 
ance on the procedures the Office would follow in conducting 
reexamination proceedings. 

Dates: A public hearing will be held on Wednesday, September 
20, 1995, at the Stouffer Renaissance Crystal City Hotel, 2399 
Jefferson Davis Highway, Arlington, Virginia, 22202 at 9:30 
a.m. Those wishing to present oral testimony must request an 
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opportunity to do so no later than September 14, 1995. Written 
comments must be submitted on or before September 22, 1995. 
Addresses: Written comments concerning the rule changes 
should be addressed to the Assistant Commissioner for Patents, 
Box DAC, Washington, D.C. 20231, marked to the attention 
of Gerald A. Dost, Senior Legal Advisor, Special Program Law 
Office, Crystal Park 1, Suite 520. In addition, written comments 
may also be sent by facsimile transmission to (703) 308-6916 
with a confirmation copy mailed to the above address, or by 
electronic mail messages over the Internet to 

[reexamrule @uspto.gov]. 

Written comments concerning reexamination rule matters 

will be available for public inspection on October 2, 1995, in 
Room 520 of Crystal Park One, 2011 Crystal Drive, Arlington, 
Virginia. 
For Further Information Contact: Gerald A. Dost or Lawrence 
E. Anderson by telephone at (703) 305-9285, by electronic 
mail at landerso@uspto.gov, or by mail to Gerald A. Dost 
to his attention addressed to the Assistant Commissioner for 
Patents, Box DAC, Washington, D.C. 20231. 


Supplementary Information: 
Background 


This proposed rulemaking sets forth distinct procedures 
directed towards determining and improving the quality and 
reliability of United States patents. The procedures are proposed 
to provide for the expanded reexamination of patents as pro- 
posed in H.R. 1732. 


Discussion of General Issues Involved 


The proposals are in response to H.R. 1782 which resulted 
from suggestions and comments to the Administration by the 
public, bar groups, and the August 1992 Advisory Commission 
on Patent Law Reform suggesting more participation in the 
reexamination proceeding by third party requesters. Under the 
rules proposed herein, third party requesters will have greater 
opportunity to participate in reexamination proceedings in 
keeping with the spirit and intent of the proposed law. At the 
same time, participation will be limited to minimize the costs 
and other effects of reexamination requests on patentees. 

If H.R. 1732 is amended during the legislative process, the 
final rules will comply with this legislation as enacted. If H.R. 
1732 is not enacted, the proposed rules that would implement 
expanded reexamination of patents would be withdrawn. 

Because reexaminations filed before the proposed law takes 
effect will continue to be governed by 37 CFR 1.501 - 1.570, 
to avoid confusion between the new and old rules the newly 
proposed reexamination rules have been numbered 37 CFR 
1.901 - 1.997. 

Regarding the reexamination fee, 35 U.S.C. 41(d) requires 
the Commissioner to set the fee for reexamination at a level 
which wil! recover the estimated average cost to the Office. 
The estimated average cost is $4,500 per patent owner requested 
reexamination and $1 1,000 for third party requested reexamina- 
tions. The difference in price takes into account the estimate that 
the examiner will spend twice the amount of time examining a 
case where a third party requester is present and additional 
costs incurred during the appellate stages incident to additional 
processing steps required in the third party proceedings. 


Discussion of the Major Specific Issues Involved 


The proposed rules relating to reexamination proceedings 
are directed to the procedures set forth in proposed Chapter 
30 of Title 35 of the United States Code (35 U.S.C. 301-307). 
This proposed Chapter provides for the citation of prior art in 
patents, filing of requests for reexamination, decisions on such 
requests, reexamination and appeal from reexamination deci- 
sions, and the issuance of a certificate at the termination of the 
reexamination proceedings. 

Section 1.4 is proposed to be amended so that paragraph 
(a)(2) includes the reexamination §§ 1.901 - 1.997. 

Section 1.6 is proposed to be amended so that paragraph(d)(5) 
incudes § 1.913, which related to the exception of the use of 
facsimile transmission for filing the request for reexamination. 
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Section 1.11 is proposed to be amended so that paragraph 
(c), which relates to reexaminations at the initiative of the 
Commissioner, includes the reference to reexamination § 1.929. 

Section 1.17 is proposed to be amended so that paragraph 
(1) reflects the fact that in the case of reexaminations filed 
after January |, 1996, petitions for revival of a reexamination 
proceeding terminated for an unavoidable failure to respond 
require the fees of $55.00 for a small entity and $110.00 for 
other than small entity. Also, § 1.17 is proposed to be amended 
so that paragraph (m) reflects the fact that in the case of reexami- 
nations filed after January |, 1996, petitions for revival of a 
reexamination proceeding terminated for an unintentional 
failure to respond require the fees of $605.00 for a small entity 
and $1,210.00 for other than small entity. The Office has pro- 
posed an increase in the fee set by § 1.17(m). See “Revision 
of Patent and Trademark Fees” published in the Federal Reg- 
ister at 60 FR 27934 (May 26, 1995) and in the Patent and 
Trademark Office Official Gazette at 1174 Off. Gaz. Pat. Office 
134 (May 30, 1995). 

Section 1.20 is proposed to be amended so that paragraph 
(c) reflects the fact that in the case of reexaminations filed 
after January 1, 1996, there is a two tier fee scale in which 
patent owner requesters will be charged $4,500 and third party 
requesters will be charged $11,000. 

Section 1.25 is proposed to be amended so that paragraph 
(b), which relates to requests for reexaminations, includes the 
reference to reexamination § 1.913. 

Section 1.26 is proposed to be amended so as to reflect that 
in the case of reexaminations filed after January |, 1996, a 
refund of seventy-five percent (75%) of the fee paid for filing 
the request for reexamination will be made to the requester. 

Section 1.112 is proposed to be amended so that the last 
sentence reflects the fact that in the case of reexaminations 
filed after January |, 1996, the examiner may close prosecution 
prior to making the action final. Section 1.113, which provides 
for a final rejection or action in a reexamination proceeding, 
is proposed to be amended so that its application is limited to 
applicants and patent owners in reexaminations filed before 
January |, 1996. For reexaminations filed after January 1, 1996, 
the new reexamination rules will apply. 

Section 1.115, which provides for amendments by the patent 
owner in a reexamination proceeding, is proposed to be 
amended so that its application is limited to applicants and 
patent owners in reexaminations filed before January |, 1996. 
For reexaminations filed after January |, 1996, the new reexam- 
ination rules will apply. 

Section 1.116, which provides for amendments after final 
action in reexamination proceedings, is proposed to be amended 
so that its application is permissible after an action closing 
prosecution for patent owners in reexaminations filed on or 
after January |, 1996. Also, for clarity, the rule is amended to 
provide that for reexaminations filed after January 1, 1996, no 
appeal is permitted until a right of appeal notice has been 
issued. 

Section 1.136, which provides for filing of timely responses 
with petitions and fee for extension of time and extensions of 
time for cause, is amended to make it clear that for reexamina- 
tion proceedings filed on or after January 1, 1996, § 1.957 is 
controlling for extensions of time. 

Section 1.137, which provides for revival of abandoned 
applications or lapsed patents, is proposed to be amended to 
change the title and add new paragraphs (g) and (h). Paragraph 
(f) is proposed to be utilized for provisional applications. Para- 
graph (g) is proposed to be added to provide for revival of 
unavoidably terminated proceedings for reexamination pro- 
ceedings filed before January |, 1996. Paragraph (h) is proposed 
to be added to make it clear that for reexamination proceedings 
filed on or after January 1, 1996, § 1.958 is controlling. 

Section 1.191, which provides for appeal to the Board of 
Patent Appeals and Interferences by the patent owner from any 
decision adverse to patentability, is proposed to be amended 
so as to be applicable to reexaminations filed before January 
1, 1996. For reexamination proceedings filed on or after January 
1, 1996, § 1.959 is controlling. 

Section 1.192, which provides two months from the date of 
the Notice of Appeal for the patent owner to file an appeal 
brief in a reexamination proceeding, is proposed to be amended 
so as to be applicable to reexaminations filed before January 
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1, 1996. For reexamination proceedings filed on or after January 
1, 1996, § 1.965 is controlling. 

Section 1.193, which provides for the Examiner’s answer 
and reply brief, is proposed to be amended so as to be applicable 
to reexaminations filed before January |, 1996. For reexamina- 
tion proceedings filed on or after January 1, 1996, §§ 1.969 
and 1.971 are controlling. 

Section 1.194, which provides for the oral hearing, is pro- 
posed to be amended so as to be applicable to reexaminations 
filed before January |, 1996. For reexamination proceedings 
filed on or after January |, 1996, § 1.973 is controlling. 

Section 1.195, which provides for the affidavits or declara- 
tions after appeal, is proposed to be amended so as to be 
applicable to reexaminations filed before January |, 1996. For 
reexamination proceedings filed on or after January |, 1996, 
§ 1.975 is controlling. 

Section 1.196, which provides for the decision of the Board 
of Patent Appeals and Interferences, is proposed to be amended 
so as to be applicable to reexaminations filed before January 
1, 1996. For reexamination proceedings filed on or after January 
1, 1996, § 1.977 is controlling. 

Section 1.197, which provides for action following the deci- 
sion, is proposed to be amended so as to be applicable to 
reexaminations filed before January |, 1996. For reexamination 
proceedings filed on or after January 1, 1996, § 1.979 is control- 
ling. 

Section 1.198, which provides for reopening after the deci- 
sion, is proposed to be amended so as to be applicable to 
reexaminations filed before January |, 1996. For reexamination 
proceedings filed on or after January |, 1996, § 1.981 is control- 
ling. 

Section 1.301, which provides for appeal by the owner of a 
patent in reexamination proceedings to the U.S. Court of 
Appeals for the Federal Circuit, is proposed to be amended so 
as to be applicable to reexaminations filed before January 1, 
1996. For reexamination proceedings filed on or after January 
1, 1996, § 1.983 is controlling. 

Section 1.303, which provides for remedy by civil action 
under 35 U.S.C. 145 for the owner of a patent in reexamination 
proceedings, is proposed to be amended so as to be applicable to 
reexaminations filed before January |, 1996. For reexamination 
proceedings filed on or after January 1, 1996, § 1.983 is control- 
ling. 

Section 1.304 which provides for time for appeal or civil 
action, is proposed to be amended so as to refer also to § 1.957. 

The title to Subpart D is proposed to be amended to provide 
that the reexamination rules in this part apply only to reexamina- 
tion proceedings filed before January |, 1996. 

The proposed title to Subpart H provides that the reexamina- 
tion rules in this part apply only to reexamination proceedings 
filed on or after January 1, 1996. 

Proposed § 1.901 provides a system for citation of patents 
and printed publications to the Office for placement in the 
patent file by any person during the period of enforceability 
of the patent in accordance with 35 U.S.C. 301. The section 
provides for citations limited to patents and printed publications 
when the person making the citation states the pertinency and 
applicability of the citation to the patent and the bearing the 
citation has on the patentability of at least one claim of the 
patent. The rule provides that a citation made by the patent 
owner may include an explanation of how the claims differ 
from the prior art cited. Any citations which include items 
other than patents and printed publications will not be entered 
in the patent file. This does not, of course, limit in any manner 
the kinds and types of information which can be relied upon 
in protests against pending patent applications, whether such 
be original applications or reissue applications. The term 
“period of enforceability of a patent” includes any period for 
which recovery can be had for infringement. Under usual cir- 
cumstances, this would be the term of the patent plus the six 
years provided by 35 U.S.C. 286. 

Proposed § 1.902 provides for the processing of prior art 
citations during a reexamination proceeding. 

Proposed § | .903 provides for the service of papers on parties. 

Proposed § 1.904 provides that the notices published in the 
Official Gazette will be considered to be constructive notice. 

Proposed § 1.905 provides for submission of papers by the 
public. 





1194 TMOG 68 
(48) 

Proposed § 1.906 covers the scope of reexamination in a 
reexamination proceeding. While it is not intended that the 
examiners will routinely complete a new search when con- 
ducting reexamination, the examiners will be free to, and will, 
very likely, conduct additional searches and cite and apply 
additional prior patents and publications when they consider 
it is appropriate and beneficial to do so. Insofar as the actual 
reexamination is concerned, the examination is only on the 
basis of patents or printed publications and on the basis of 
the requirements of 35 U.S.C. 112, except for the best mode 
requirement. Claims in a reexamination proceeding must not 
enlarge the scope of the claims of the patent and must not 
introduce new matter. Paragraph (c) provides that questions 
relating to matters other than those indicated in paragraphs (a) 
and (b) of this section will not be resolved in a reexamination 
proceeding, but will be noted by the examiner as being an open 
question in the record. Patent owners could then file a reissue 
application if they wish such questions to be resolved. 

Proposed § 1.907 sets forth when reexamination is prohibited. 
Once an order to reexamine has been issued under § 1.931, 
neither the patent owner nor the third party requester, if any, 
nor privies of either, may file a subsequent request for reexami- 
nation of the patent until a reexamination certificate is issued 
under § 1.997, unless authorized by the Commissioner. Once 
a final decision has been entered against a party in a civil action 
arising in whole or in part under 28 U.S.C. 1338 in which the 
party did not sustain its burden of proving invalidity of any 
patent claim in suit, then neither that party nor its privies may 
thereafter request reexamination of any such patent claim on 
the basis of issues which that party or its privies raised or could 
have raised in such civil action, and a reexamination requested 
by that party or its privies on the basis of such issues may not 
thereafter be maintained by the Office. 

Proposed § 1.909 provides for estoppel of third party 
requesters from previous reexamination proceedings. A third 
party requester, or its privy, who, during a reexamination pro- 
ceeding, has filed a notice of appeal to the Court of Appeals 
for the Federal Circuit, or who has participated as a party to 
an appeal by the patent owner, under the provisions of 35 U.S.C. 
141 to 144, is estopped from later asserting, in a subsequent 
reexamination proceeding, the invalidity of any claim deter- 
mined to be patentable on appeal on any ground which the 
third party requester, or its privy, raised or could have raised 
during the prior reexamination proceeding. A third party 
requester, or its privy, is deemed not to have participated as a 
party to an appeal by the patent owner unless, within twenty 
days after the patent owner has filed notice of appeal, the third 
party (or its privy) files notice with the Commissioner electing 
to participate. 

Proposed § 1.911 provides factors for consideration of privies 
and persons bound. For the purposes of § 1.907, a determination 
of whether a person is a privy with respect to the patent owner 
shall include consideration of whether there is: (1) a mutual, 
concurrent or successive relationship to the same property rights 
in the patent involved in the reexamination proceeding; or (2) 
representation of the interests of the patent owner concerning 
the patent. For the purposes of §§ 1.907 and 1.909, a determina- 
tion of whether a person is a privy with respect to a third party 
requester shall include consideration of whether there is: (1) a 
mutual, concurrent or successive relationship to the same prop- 
erty rights which are or may be affected by and/or infringe 
the patent involved in the reexamination proceeding; or (2) 
representation of the interests of the other party which are or 
may be affected by and/or potentially infringe the patent. For 
the purposes of §§ 1.907 and 1.909, a person who is not a 

y to the reexamination proceeding but who controls or 
substantially participates in the control of the presentation of 
the reexamination proceeding on behalf of a party is bound by 
the determination of issues decided as though he or she were 
a named party. To have control of the presentation requires 
that person to have effective choice as to the legal theories 
and/or grounds of rejection or defenses to be advanced on 
behalf of the party to the reexamination proceeding. Under this 
section a party would be precluded from hiring another law firm 
and having that firm file a subsequent reexamination request in 
order to avoid the prohibitions of 35 U.S.C. 307(c) or 308. 

Proposed § 1.913 sets forth procedures for any person to 
request reexamination in accordance with 35 U.S.C. 302 and 
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limits the period for such request to the period of enforceability 
of the patent for which the request is filed. 

Proposed § 1.915(a) requires payment of the fee for 
requesting reexamination. Paragraph (b) of new § 1.915 indi- 
cates what each request for reexamination must include. Para- 
graph (c) of new § 1.915 covers amendments which a patent 
owner can propose. Such amendments can accompany a request 
for reexamination by the patent owner. Paragraph (d) indicates 
that requests for reexamination may be filed by attorneys or 
agents on behalf of a requester, but it is noted that the real 
party in interest must be identified in accordance with § 1.915(b) 
(10). 

Proposed § 1.917 indicates what will be done if the request 
is incomplete. 

Proposed § 1.919 indicates the date on which the entire fee 
is received will be considered to be the date of the request for 
reexamination. 

Proposed § 1.921 provides that prior art submissions by the 
third party requester filed after the reexamination order shall 
be limited solely to prior art which is used to rebut a finding 
of fact by the examiner or a response of the patent owner. 

Proposed § 1.923 relates to a determination as to whether the 
request has presented a substantial new question of patentability 
under 35 U.S.C. 303 and requires that the determination be 
made within 3 months of the filing date of the request. 

Proposed § 1.925 refers to the refund provisions. 

Proposed § 1.927 provides for review by petition to the 
Commissioner of any decision refusing reexamination. 

Proposed § 1.929 provides for reexamination at the initiative 
of the Commissioner under the provisions of the last sentence 
of paragraph (a) of 35 U.S.C. 303. 

Proposed § 1.931 provides for ordering reexamination where 
a substantial new question of patentability has been found 
pursuant to §§ 1.923 or 1.929. Under paragraph (b), the only 
limitation placed on the selection of the examiner by the Office 
is that the same examiner whose decision was reversed on 
petition ordinarily will not conduct the reexamination. 

Proposed § 1.933 covers the duty of disclosure by a patent 
owner in a reexamination proceeding involving the owner's 
patent. 

Proposed § 1.935 indicates that the initial Office action nor- 
mally accompanies the reexamination order. 

Proposed § 1.937 provides that in accordance with 35 U.S.C. 
305(c), unless otherwise provided by the Commissioner for 
good cause, all reexamination proceedings will be conducted 
with special dispatch. Paragraph (b) covers the basic items 
relating to the conduct of reexamination proceedings. 

Proposed § 1.939 provides that no paper shall be filed before 
the first Office action. 

Proposed § 1.941 provides for proposed amendments pro- 
vided for in the second sentence of 35 U.S.C. 305. Amendments 
submitted by the patent owner cannot enlarge the scope of a 
claim in the patent. Amendments will not be effectively entered 
into the patent until the certificate under § 1.997 and 35 U.S.C. 
307 is issued. 

Proposed § 1.943 provides a page limit for responses and 
briefs of 50 pages. Prior art references and Appendix of claims 
would not be included in this total. 

Proposed § 1.945 provides that a patent owner will be given 
at least thirty days to respond to any Office action. Although 
problems may arise in certain cases and extensions of time 
may be granted, it is felt that relatively short response times 
are necessary in order to process reexaminations with “special 
dispatch.” 

Proposed § 1.947 provides that in accordance with 35 U.S.C. 
305 (b)(3), if a patent owner files a response to any Office 
action on the merits, the third party requester may once file 
written comments. 

Proposed § 1.949 provides when prosecution may be closed. 

Proposed § 1.951 provides for responses by the parties after 
an Office action closing prosecution. The responses and time 
periods provided for by paragraphs (a) and (b) may run concur- 
rently. 

Proposed § 1.953 provides that, following the responses or 
expiration of the time for response in § 1.951, the examiner 
may issue a right of appeal notice which shall include a final 
rejection or final decision favorable to patentability in accor- 
dance with 35 U.S.C. 134. The intent of limiting the appeal 
rights until after the examiner issues a “Right of Appeal Notice” 
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is to specifically preclude the possibility of one party attempting 
to appeal prematurely while prosecution before the examiner 
is being continued by the other party. 

Proposed § 1.955 relates to the conduct of interviews in 
reexamination proceedings. The third party requester is per- 
mitted to attend all interviews. Interviews are permitted before 
the first Office action only when initiated by the examiner. 

Proposed § 1.957 relates to extensions of time and termina- 
tion of reexamination proceedings. In circumstances where the 
response by the patent owner is not required by the examiner 
and is merely discretionary, such as when all claims are allowed 
or their patentability is confirmed and the patent owner is 
merely given the opportunity for comment, such a failure to 
comment is not the type of lack of response contemplated by 
paragraphs (b) and (c) and, therefore, not grounds for termina- 
tion or limiting prosecution. 

Proposed § 1.958 relates to revival of terminated proceedings. 

Proposed § 1.959 relates to appeals and cross appeals to the 
Board of Patent Appeals and Interferences. Both patent owners 
and third party requesters are given appeal rights in accordance 
with 35 U.S.C. 306. 

Proposed § 1.961 relates to time of transfer of the jurisdiction 
of the appeal over to the Board of Patent Appeals and Interfer- 
ences. 

Proposed § 1.962 relates to the definition of appellant and 
respondent. 

Proposed § 1.963 relates to the time periods for filing briefs. 

Proposed § 1.965 relates to the appellant brief. 

Proposed § 1.967 relates to the respondent brief. 

Proposed § 1.969 relates to the examiner's answer. 

Proposed § 1.971 relates to the reply brief. 

Proposed § 1.973 relates to the oral hearing. 

Proposed § 1.975 relates to affidavits or declarations after 
appeal. 

Proposed § 1.977 relates to the decision by the Board of 
Patent Appeals and Interferences. 

Proposed § 1.979 relates to the procedure following the 
decision by the Board of Patent Appeals and Interferences. 

Proposed § 1.981 relates to the procedure for reopening 
prosecution following the decision by the Board of Patent 
Appeals and Interferences. 

Proposed § 1.983 relates to appeals to the United States 
Court of Appeals for the Federal Circuit. in accordance with 
35 U.S.C. 306. Under H.R. 1732, civil actions under 35 U.S.C. 
145 are not permitted in reexamination proceedings filed on 
or after January 1, 1996. 

Proposed § 1.985 relates to notification of prior or concurrent 
proceedings. 

Proposed § 1.987 relates to the stay of concurrent proceed- 
ings. Decisions as to whether to delay or combine cases will 
be made on a case-by-case basis to minimize delays and to 
protect the interests of all parties concerned. 

Proposed § 1.989 relates to the merger of concurrent proceed- 
ings. 

Proposed § | .991 relates to the merger of a concurrent reissue 
application and a reexamination proceeding. 

Proposed § 1.993 relates to the stay of a concurrent interfer- 
ence and reexamination proceeding. 

Proposed § 1.995 relates to a third party requester’s participa- 
tion rights being preserved in merged proceeding. 

Proposed § 1.997 concerns the issuance of the reexamination 
certificate under 35 U.S.C. 307 after the conclusion of reexami- 
nation proceedings. The certificate will cancel any patent claims 
determined to be unpatentable, confirm any patent claims deter- 
mined to be patentable, and incorporate into the patent any 
amended or new claim determined to be patentable. Once all 
of the claims have been canceled from the patent, the patent 
ceases to be enforceable for any purpose. Accordingly, any 
pending reissue or other Office proceeding relating to a patent 
in which such a certificate has been issued will be terminated. 
This provides a degree of assurance to the public that patents 
with all the claims canceled via reexamination proceedings will 
not again be asserted. It is intended that copies of the certificate 
will continue to be part of subsequently sold copies of the 
patent. 
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The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), 
Executive Order 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. It has been determined that this 
rulemaking is not significant for the purposes of Executive 
Order 12866. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
these proposed rule changes will not have a significant eco- 
nomic impact on a substantial number of small entities (Regula- 
tory Flexibility Act, 5 U.S.C. 605(b)). The principal impacts 
of these proposed changes are to expand the grounds for 
requesting a reexamination and to permit the third party to 
participate more extensively during the reexamination pro- 
ceeding as well as having appeal rights. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

These rule changes contain collection of information require- 
ments subject to the Paperwork Reduction Act of 1980, 44 
U.S.C. 3501 et seqg., which is currently approved by the Office 
of Management and Budget under Control No. 0651-0033. The 
public reporting burden for the collection of information for 
requests for reexamination is estimated to average 2.0 hours 
each including the time for reviewing instructions, searching 
existing data sources, gathering and maintaining the data 
needed, and completing and reviewing the collection of infor- 
mation. Send comments regarding this burden estimate or any 
other aspect of this collection of information, including sugges- 
tions for reducing this burden to the Office of System Quality 
and Enhancement, Patent and Trademark Office, Washington, 
D.C. 20231, and to the Office of Information and Regulatory 
Affairs, Office of Management and Budget, Washington, D.C. 
20503 (ATTN: Paperwork Reduction Act Project 0651-0033). 

Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6, the Patent and Trademark Office proposed to amend Title 
37 of the Code of Federal Regulations as set forth below. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small Businesses. 

For the reasons set out in the preamble and under the authority 
given to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, Part I of Title 37 CFR is proposed to be amended 
as set forth below. 


PART I - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | would continue to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.4(a)(2) is proposed to be revised to read as follows: 
§ 1.4 Nature of correspondence and signature requirements. 


(a) ** * 

(2)Correspondence in and relating to a particular applica- 
tion or other proceeding in the Office. See particularly the 
rules relating to the filing, processing, or other proceedings 
of national applications in Subpart B, §§ 1.31 to 1.378; of 
international applications in Subpart C, §§ 1.401 to 1.499; of 
reexamination of patents filed before January 1. 1996, in 
Subpart D, 1.501 to 1.570, and of reexaminations filed on 
or after January 1, 1996, in Subpart H, §§ 1.901-1.997; of 
interferences in Subpart E; §§ 1.601 to 1.690; of extension of 
patent term in Subpart F, §§ 1.710 to 1.785; and of trademark 
applications §§ 2.11 to 2.189. 


* ee * 
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3. Section 1.6(d)(5) is proposed to be revised to read as follows: 
§ 1.6 Receipt of Correspondence 


xe KK * 
(d)(5) A request for reexamination under § 1.510 or § 1.913. 


*x* kk * * 
4. Section 1.11(c) is proposed to be revised to read as follows: 


§ 1.11 Files open to the public. 


*e RK XK 


(c) All requests for reexamination for which the fee under 
1.20(c) has been paid, will be announced in the Official Gazette. 
Any reexaminations at the initiative of the Commissioner pur- 
suant to 1.520 or 1.929 will also be announced in the Official 
Gazette. The announcement shall include at least the date of 
the request, if any, the reexamination request control number 
or the Commissioner initiated order control number, patent 
number, title, class and subclass, name of the inventor, name 
of the patent owner of record, and the examining group to 
which the reexamination is assigned. 


5. Section 1.17(1) and (m) are proposed to be revised to read 
as follows: 


§ 1.17 Patent application processing fees. 


**e ee * 


(1)For filing a petition: 
(1)For the revival of an unavoidably abandoned applica- 
tion under 35 U.S.C. 111, 133, 364, or 371, 
(2) For delayed payment of the issue fee under 35 U.S.C. 
151, or, 
(3) For the revival of an unavoidably terminated reexami- 
nation proceeding: 


By a small entity (§ 1.9(f)) .... 
By other than a small entity 


(m) For filing a petition: 

(1) For revival of an unintentionally abandoned applica- 
tion, 

(2) For the unintentionally delayed payment of the fee for 
issuing a patent, or 

(3) For reexamination proceedings filed on or after January 
1, 1996, for the revival of an unintentionally terminated reexam- 
ination proceeding: 


By a small entity (§ 1.9(f)) J 
By other than a small entity......................000 1,210: 


6. Section 1.20(c) is proposed to be revised to read as follows: 
§ 1.20 Post issuance fees. 
** ** * 

(c) For filing a request for reexamination (§ 1.915(a)): 


by a patent owner 
by a third party requester 


*ee£* * 
7. Section 1.25(b) is proposed to be revised to read as follows: 
§ 1.25 Deposit accounts. 


ese ee * 


(b) Filing, issue, appeal. international-type search report, 
international application processing, petition, and post-issuance 
fees may be charged against these accounts if sufficient funds 
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are on deposit to cover such fees. A general authorization to 
charge all fees, or only certain fees, set forth in §§ 1.16 to 1.18 
to a deposit account containing sufficient funds may be filed 
in an individual application, either for the entire pendency of 
the application or with respect to a particular paper filed. An 
authorization to charge to a deposit account the fee for a request 
for reexamination pursuant to § 1.510 or § 1.915 and any other 
fees required in a reexamination proceeding in a patent may also 
be filed with the request for reexamination. An authorization to 
charge a fee to a deposit account will not be considered payment 
of the fee on the date the authorization to charge the fee is 
effective as to the particular fee to be charged unless sufficient 
funds are present in the account to cover the fee. 


8. Section 1.26(c) is proposed to be revised to read as fol'!ows: 


§ 1.26 Refunds. 


* ek KK * 


(c) If the Commissioner decides not to institute a reexamina- 
tion proceeding, for reexaminations filed on or after January 
1, 1996, a refund of seventy-five percent (75%) of the fee paid 
for filing the request for reexamination will be made to the 
requester. Reexamination requesters should indicate whether 
any refund should be made by check or by credit to a deposit 
account. 


9. Section 1.112 is proposed to be revised to read as follows: 
§ 1.112 Reconsideration. 


After response by applicant or patent owner (§ 1.111), the 
application or patent under reexamination will be reconsidered 
and again examined. The applicant or patent owner will be 
notified if claims are rejected, or objections or requirements 
made, in the same manner as after the first examination. Appli- 
cant or patent owner may respond to such Office action in the 
same manner provided in § 1.111, with or without amendment. 
Any amendments after the second Office action must ordinarily 
be restricted to the rejection or to the objections or requirements 
made. The application or patent under reexamination will be 
again considered, and so on repeatedly, untess the examiner 
has indicated that the action is final or is an action closing 
prosecution. 


10. Section 1.1 13(a) is proposed to be revised to read as follows: 
§ 1.113 Final rejection or action. 


(a) On the second or any subsequent examination or consider- 
ation the rejection or other action may be made final, whereupon 
applicant's or (for reexaminations filed before January |, 1996) 
patent owner's response is limited to appeal in the case of 
rejection of any claim (§ 1.191), or to amendment as specified 
in § 1.116. Petition may be taken to the Commissioner in the 
case of objections or requirements not involved in the rejection 
of any claim (§ 1.181). Response to a final rejection or action 
must include cancellation of, or appeal from the rejection of, 
each rejected claim. If any claim stands allowed, the response 
to a final rejection or action must comply with any requirements 
or objection as to form. 


*e ee * 


11. Section 1.115 is proposed to be revised to read as follows: 


§ 1.115 Amendment. 


The applicant may amend before or after the first examination 
and action and also after the second or subsequent examination 
or reconsideration as specified in § 1.112 or when and as 
specifically required by the examiner. For reexaminations filed 
before January |, 1996, the patent owner may amend in accor- 
dance with §§ 1.510(e) and 1.530(b) prior to reexamination, 
and during reexamination proceedings in accordance with §§ 
1.112 and 1.116.For reexaminations filed on or after January 
1, 1996, the patent owner may amend in accordance with § 
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1.915(c) prior to reexamination, and during reexamination pro- 
ceedings in accordance with §§ 1.941 and 1.945. 


12. Section 1.116(a) is proposed to be revised to read as follows: 
§ 1.116 Amendments after final action. 


(a) After final rejection or action (§ 1.113) or action closing 
prosecution (§ 1.949) for reexaminations filed on or after Jan- 
uary 1, 1996, amendments may be made cancelling claims or 
complying with any requirement of form which has been made. 
Amendments presenting rejected claims in better form for con- 
sideration on appeal may be admitted. The admission of, or 
refusal to admit, any amendment after final rejection, and any 
proceedings relative thereto, shall not operate to relieve the 
application or patent under reexamination from its condition 
as subject to appeal or to save the application from abandonment 
under § 1.135. Notwithstanding the above, for reexamination 
proceedings filed on or after January |, 1996, no appeal may 
be had until a right of appeal notice has been issued pursuant 
to § 1.953. 


* kK K * 


13. Section 1.136(a) (2) and (b) are proposed to be revised to 
read as follows: 


§ 1.136 Filing of timely responses with petition and fee for 
extension of time and extensions of time for cause. 


(a)* * * 

(2) The date on which the response, the petition, and the 
fee have been filed is the date of the response and also the 
date for purposes of determining the period of extension and 
the corresponding amount of the fee. The expiration of the 
time period is determined by the amount of the fee paid. In no 
case may an applicant respond later than the maximum time 
period set by statute, or be granted an extension of time under 
paragraph (b) of this section when the provisions of this para- 
graph are available. See § 1.136(b) for extensions of time 
relating to proceedings pursuant to § 1.193(b), 1.194, 1.196 or 
1.197. See § 1.304 for extension of time to appeal to the U.S. 
Court of Appeals for the Federal Circuit or to commence a civil 
action. See § 1.550(c) for extension of time in reexamination 
proceedings filed before January 1, 1996, § 1.957 for extension 
of time in reexamination proceedings filed on or after January 
1, 1996, and § 1.645 for extension of time in interference 
proceedings. 

(b) When a response with petition and fee for extension of 
time cannot be filed pursuant to paragraph (a) of this section, 
the time for response will be extended only for sufficient cause 
and for a reasonable time specified. Any request for such exten- 
sion must be filed on or before the day on which action by the 
applicant is due, but in no case will the mere filing of the 
request effect any extension. In no case can any extension carry 
the date on which response to an Office action is due beyond 
the maximum time period set by statute or be granted when 
the provisions of paragraph (a) of this section are available. 
See § 1.304 for extension of time to appeal to the U.S. Court 
of Appeals for the Federal Circuit or to commence a civil action, 
§ 1.645 for extension of time in interference proceedings, § 
1.550(c) for extension of time in reexamination proceedings 
filed before January 1, 1996, and § 1.957 for extension of time 
in reexamination proceedings filed on or after January 1, 1996. 


14. Section 1.137(g) and (h) are proposed to be added and the 
Section heading revised to read as follows: 


§ 1.137 Revival of abandoned application, lapsed patent or 
terminated reexamination. 


** ke * * 


(g) A reexamination proceeding filed before January 1, 1996, 
which is terminated for failure to prosecute may be revived as 
a pending proceeding if it is shown to the satisfaction of the 
Commissioner that the delay was unavoidable. A petition to 
revive an unavoidably terminated reexamination proceeding 
must be promptly filed after the patent owner is notified of, 
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or otherwise becomes aware of, the termination of the pro- 
ceeding, and must be accompanied by: 


(1) a proposed response to continue prosecution of that 
proceeding unless it has been previously filed; 

(2) the petition fee as set forth in § 1.17(1); and 

(3) a showing that the delay was unavoidable. The showing 
must be a verified showing if made by a person not registered 
to practice before the Patent and Trademark Office. 

(h) For reexamination proceedings filed on or after January 

1, 1996, see § 1.958. 


15. Section 1.191(a) is proposed to be revised to read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interfer- 
ences. 


(a) Every applicant for a patent or for reissue of a patent, 
or every owner of a patent under reexamination (for reexamina- 
tions filed before January 1, 1996), any of the claims of which 
have been twice rejected or who has been given a final rejection 
(§ 1.113), may, upon the payment of the fee set forth in § 
1.17(e), appeal from the decision of the examiner to the Board 
of Patent Appeals and Interferences within the time allowed 
for response. Notwithstanding the above, for reexamination 
proceedings filed on or after January 1, 1996, § 1.959 ef seq., 
is controlling. 


*e KK * 


16. Section 1.192(a) is proposed to be revised to read as follows: 
§ 1.192 Appellant’s brief. 


(a) The appellant shall, within 2 months from the date of 
the notice of appeal under § 1.191 in an application, reissue 
application, or patent under reexamination (for reexaminations 
filed before January |, 1996), or within the time allowed for 
response to the action appealed from, if such time is later, file 
a brief in triplicate. The brief must be accompanied by the 
requisite fee set forth in § 1.17(f) and must set forth the authori- 
ties and arguments on which the appeliant will rely to maintain 
the appeal. Any arguments or authorities not included in the 
brief may be refused consideration by the Board of Patent 
Appeals and Interferences. Notwithstanding the above, for reex- 
amination proceedings filed on or after January |. 1996, § 
1.965 is controlling. 


* ek * * * 


17. Section 1.193 is proposed to be amended by adding a 
paragraph (c) to read as follows: 


§ 1.193 Examiner’s answer. 


ke KKK 


(c) Notwithstanding the above, for reexamination proceed- 
ings filed on or after January |, 1996, §§ 1.969 and 1.971 are 
controlling. 


18. Section 1.194 is proposed to be amended by adding a 
paragraph (d) to read as follows: 


§ 1.194 Oral hearing. 


* ee *E * 


(d) Notwithstanding the above, for reexamination proceed- 
ings filed on or after January 1, 1996, § 1.973 is controlling. 


19. Section 1.195 is proposed to be revised to read as follows: 
§ 1.195 Affidavits or declarations after appeal. 
Affidavits, declarations, or exhibits submitted after the case 


has been appealed will not be admitted without a showing of 
good and sufficient reasons why they were not earlier presented. 
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Notwithstanding the above, for reexamination proceedings filed 
on or after January 1, 1996, § 1.975 is controlling. 


20. Section 1.196 is proposed to be amended by adding a 
paragraph (g) to read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Inter- 
ferences. 


* eK * * 


(g) Notwithstanding the above, for reexamination proceed- 
ings filed on or after January |, 1996, § 1.977 is controlling. 


21. Section 1.197 is proposed to be amended by adding a 
paragraph (d) to read as follows: 


§ 1.197 Action following decision. 


* ee * * 


(d) Notwithstanding the above, for reexamination proceed- 
ings filed on or after January 1, 1996, p 1.979 is controlling. 


22. Section 1.198 is proposed to be revised to read as follows: 
§ 1.198 Reopening after decision. 


Cases which have been decided by the Board of Patent 
Appeals and Interferences will not be reopened or reconsidered 
by the primary examiner except under the provisions of § 1.196 
without the written authority of the Commissioner, and then 
only for the consideration of matters not already adjudicated, 
sufficient cause being shown. Notwithstanding the above, for 
reexamination proceedings filed on or after January 1, 1996, 
§ 1.981 is controlling. 


23. Section 1.301 is proposed to be revised to read as follows: 


§ 1.301 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 


Any applicant or any owner of a patent involved in a reexami- 
nation proceeding (filed before January 1, 1996) dissatisfied 
with the decision of the Board of Patent Appeals and Interfer- 
ences, and any party to an interference dissatisfied with the 
decision of the Board of Patent Appeals and Interferences, may 
appeal to the U.S. Court of Appeals for the Federal Circuit. 
The appellant must take the following steps in such an appeal: 
In the Patent and Trademark Office file a written notice of 
appeal directed to the Commissioner (see §§ 1.302 and 1.304); 
and in the Court, file a copy of the notice of appeal and pay 
the fee for appeal as provided by the rules of the Court. Notwith- 
standing the above, for reexamination proceedings filed on or 
after January 1, 1996, § 1.983 is controlling. 


24. Section 1.303 is proposed to be amended by revising para- 
graphs (a) and (b) and adding a new paragraph (d) to read as 
follows: 


§ 1.303 Civil action under 35 U.S.C. 145, 146, 306. 


(a) Any applicant or any owner of a patent involved in a 
reexamination proceeding (filed before January |, 1996) dissati- 
sfied with the decision of the Board of Patent Appeals and 
Interferences, and any party dissatisfied with the decision of 
the Board of Patent Appeals and Interferences may, instead of 
appealing to the U.S. Court of Appeals for the Federal Circuit 
(§ 1.301), have remedy by civil action under 35 U.S.C. 145 
or 146, as appropriate. Such civil action must be commenced 
within the time specified in § 1.304. 

(b) If an applicant in an ex parte case or an owner of a patent 
involved in a reexamination proceeding (filed before January 
1, 1996) has taken an appeal to the U.S.Court of Appeals for 
the Federal Circuit, he or she thereby waives his or her right 
to proceed under 35 U.S.C. 145. 


** * * * 
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(d) For reexamination proceedings filed on or after January 
1, 1996, no remedy by civil action under 35 U.S.C. 145 is 
available. 


25. Section 1.304(a)(2) is proposed to be revised to read as 
follows: 


§ 1.304 Time for appeal or civil action. 
(a) * * * 
(2) The time periods set forth in this section are not subject 


to the provisions of §§ 1.136, 1.550(c), 1.957 or 1.645 (a) or 
(b). 


* * * * * 


26. The heading for Subpart D is proposed to be revised to 
read as follows: 


Subpart D — Reexamination of Patents for Proceedings 
Filed Before January 1, 1996 

(For Proceedings beginning on or after January 1, 
1996, see Subpart H) 
27. Subpart H is proposed to be added to read as follows: 
Subpart H — Reexamination of Patents for Proceedings 
Filed On or After January 1, 1996 

(For Proceedings beginning Before January 1, 1996, 
see Subpart D) 
§ 1.901 Citation of prior art in patent files. 


§ 1.902 Processing of prior art citations in patent files during 
a reexamination proceeding. 


§ 1.903 Service of papers on parties. 
§ 1.904 Notice of reexamination in Official Gazette. 
§ 1.905 Submission of papers by public. 


§ 1.906 Scope of reexamination in reexamination pro- 
ceeding. 


§ 1.907 Reexamination prohibited. 


§ 1.909 Estoppel of third party requester from previous 
reexamination proceedings. 


§ 1.911 Privies and persons bound. 
§ 1.913 Persons eligible. 
§ 1.915 Content of request. 


§ 1.917 Omission of a requirement in the request for reex- 
amination. 


§ 1.919 Filing date for request for reexamination. 


§ 1.921 Submission of prior art by third party following 
the order for reexamination. 


§ 1.923 Examiner’s consideration of the request for reexam- 
ination. 


§ 1.925 Partial refund if request is denied. 


§ 1.927 Petition to review denial of the request for reexami- 
nation. 


§ 1.929 Reexamination at the initiative of the Commissioner. 
§ 1.931 Order to reexamine. 


§ 1.933 Information material to patentability in reexamina- 
tion proceedings. 
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§ 1.935 Initial Office action normally accompanies order 
to reexamine. 


§ 1.937 Conduct of Reexamination. 
§ 1.939 Unauthorized papers. 


§ 1.941 Amendments by patent owner and their effective 
date. 


§ 1.943 Length of responses and briefs. 
§ 1.945 Response by patent owner. 


§ 1.947 Response by third party requester to patent owner’s 
response. 


§ 1.949 Examiner’s Office action closing prosecution. 

§ 1.951 Responses after Office action closing prosecution. 
§ 1.953 Examiner’s Right of Appeal Notice. 

§ 1.955 Interviews in reexamination proceedings. 


§ 1.957 Extensions of time and cause for termination in 
reexamination proceedings. 


§ 1.958 Revival of terminated proceedings. 


§ 1.959 Notice of appeal and cross appeal to Board of Patent 
Appeals and Interferences. 


§ 1.961 Jurisdiction over appeal. 

§ 1.962 Appellant and respondent defined. 

§ 1.963 Time for filing briefs. 

§ 1.965 Appellant brief. 

§ 1.967 Respondent brief. 

§ 1.969 Examiner’s answer. 

§ 1.971 Reply brief. 

§ 1.973 Oral hearing. 

§ 1.975 Affidavits or declarations after appeal. 


§ 1.977 Decision by the Board of Patent Appeals and Inter- 
ferences. 


§ 1.979 Action following decision. 
§ 1.981 Reopening after decision. 


§ 1.983 Appeal to the United States Court of Appeals for 
the Federal Circuit. 


§ 1.985 Notification of prior or concurrent proceedings. 
§ 1.987 Stay of concurrent proceeding. 
§ 1.989 Merger of concurrent reexamination proceedings. 


§ 1.991 Merger of concurrent reissue application and reex- 
amination proceeding. 


§ 1.993 Stay of concurrent interference and reexamination 
proceeding. 


§ 1.995 Third party requester’s participation rights pre- 
served in merged proceeding. 


§ 1.997 Issuance of reexamination certificate after reexami- 
nation proceedings. 


§ 1.901 Citation of prior art in patent files. 
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(a) At any time during the period of enforceability of a 
patent, any person may cite to the Patent and Trademark Office 
in writing prior art consisting of patents or printed publications 
which that person states to be pertinent and applicable to the 
patent and believes to have a bearing on the patentability of 
any claim of a particular patent. If the citation is made by the 
patent owner, the explanation of pertinency and applicability 
may include an explanation of how the claims differ from the 
prior art. 

(b) If the person making the citation wishes his or her identity 
to be excluded from the patent file and kept con:idential, the 
citation papers must be submitted without any identification 
of the person making the submission. 

(c) Citations of patent or printed publications by the public 
in patent files should either: 

(1) reflect that a copy of the same has been mailed to the 
patent owner at the address as provided for in § 1.33(c); or in 
the event service is not possible, 

(2) be filed with the Office in duplicate. 

(d) Except as provided in § 1.902, citations submitted in 
accordance with this section will be placed and made of record 
in the patent file. 


§ 1.902 Processing of prior art citations in patent files during 
a reexamination proceeding. 


Citations by the patent owner in accordance with § 1.933 
and by a reexamination third party requester under § 1.915 
will be entered in the patent file. The entry in the patent file of 
other citations submitted after the date of an order to reexamine 
pursuant to § 1.931 will be delayed until the reexamination 
proceeding has been terminated. 


REEXAMINATION PROCEEDINGS 
§ 1.903 Service of papers on parties. 


The patent owner and any third party requester will be sent 
copies of Office actions issued during the reexamination pro- 
ceeding. After filing of a request for reexamination by a third 
party requester, any document filed by either the patent owner 
or the third party requester must be served on every other party 
in the reexamination proceeding in the manner provided in § 
1.248. Any document must reflect service or the document may 
be refused consideration by the Office. The failure of the third 
party requester, if any, to timely file or serve documents may 
result in their being refused consideration. 


§ 1.904 Notice of reexamination in Official Gazette. 


A notice of the filing of a reexamination request or initiation 
of a Commissioner-ordered reexamination will be published 
in the Official Gazette. The notice published in the Official 
Gazette under § 1.11(c) will be considered to be constructive 
notice of the reexamination proceeding and reexamination will 
proceed. 


§ 1.905 Submission of papers by public. 


Unless specifically provided for, no submissions on behalf 
of any third parties other than third party requesters as defined 
in 35 U.S.C. 100(e) will be considered unless such submissions 
are (1) in accordance with § 1.915 or (2) entered in the patent 
file prior to the date of the order to reexamine pursuant to 
§ 1.931. Submissions by third parties, other than third party 
requesters, filed after the date of the order to reexamine pursuant 
to § 1.931, must meet the requirements of § 1.901(a-c) and 
will be treated in accordance with § 1.902. 


§ 1.906 Scope of reexamination in reexamination pro- 
ceeding. 


(a) Claims in a reexamination proceeding will be examined 
on the basis of patents or printed publications and on the basis 
of the requirements of 35 U.S.C. 112 except for the best mode 
requirement. 

(b) Claims in a reexamination proceeding must not enlarge 
the scope of the claims of the patent. 
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(c) Questions other than those indicated in paragraphs (a) 
and (b) of this section will not be resolved in a reexamination 
proceeding. If such questions are raised by the patent owner 
or third party requester during a reexamination proceeding, the 
existence of such questions will be noted by the examiner in 
the next Office action, in which case the patent owner may 
desire to consider the advisability of filing a reissue application 
to have such questions considered and resolved. 


§ 1.907 Reexamination prohibited. 


(a) Once an order to reexamine has been issued under § 
1.931, neither the patent owner nor the third party requester, 
if any, nor privies of either, may file a subsequent request for 
reexamination of the patent until a reexamination certificate is 
issued under § 1.997, unless authorized by the Commissioner. 

(b) Once a final decision has been entered against a party 
in a civil action arising in whole or in part under 28 U.S.C. 
1338 that the party has not sustained its burden of proving 
invalidity of any patent claim in suit, then neither that party 
nor its privies may thereafter request reexamination of any such 
patent claim on the basis of issues which that party or its 
privies raised or could have raised in such civil action, and a 
reexamination requested by that party, or its privies, on the 
basis of such issues may not thereafter be maintained by the 
Office. 


§ 1.909 Estoppel of third party requester from previous 
reexamination proceedings. 


A third party requester, or its privy, who, during a reexamina- 
tion proceeding, has filed a notice of appeal to the Court of 
Appeals for the Federal Circuit, or who has participated as a 
party to an appeal by the patent owner, under the provisions 
of 35 U.S.C. 141 to 144, is estopped from later asserting, in 
a subsequent reexamination proceeding, the invalidity of any 
claim determined to be patentable on appeal on any ground 
which the third party requester, or its privy, raised or could 
have raised during the prior reexamination proceeding. A third 


party requester, or its privy, is deemed not to have participated 
as a party to an appeal by the patent owner unless, within 
twenty days after the patent owner has filed notice of appeal, 
the third party, or its privy, files notice with the Commissioner 
electing to participate. 


§ 1.911 Privies and persons bound. 


(a) For the purposes of § 1.907, a determination of whether 
a person is a privy with respect to the patent owner shall include 
consideration of whether there is: 

(1) a mutual, concurrent or successive relationship to the 
same property rights in the patent involved in the reexamination 
proceeding; or 

(2) representation of the interests of the patent owner 
concerning the patent. 

(b) For the purposes of §§ 1.907 and 1.909, a determination 
of whether a person is a privy with respect to a third party 
requester shall include consideration of whether there is: 

(1) a mutual, concurrent or successive relationship to the 
same property rights which are or may be affected by and/or 
infringe the patent involved in the reexamination proceeding; 
or 

(2) representation of the interests of the other party which 
are or may be affected by and/or potentially infringe the patent. 

(c) For the purposes of §§ 1.907 and 1.909, a person who 
is not a party to the reexamination proceeding but who controls 
or substantially participates in the control of the presentation 
of the reexamination proceeding on behalf of a party is bound 
by the determination of issues decided as though he or she 
were a named party. To have control of the presentation requires 
that person to have effective choice as to the legal theories 
and/or grounds of rejection or defenses to be advanced on 
behalf of the party to the reexamination proceeding. 
DETERMINING IF REEXAMINATION WILL BE 
ORDERED 


§ 1.913 Persons eligible. 
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Except as otherwise provided, any person may, at any time 
during the period of enforceability of a patent, file a request 
for reexamination by the Patent and Trademark Office of any 
claim of the patent on the basis of prior art patents or printed 
publications cited under § 1.901 or on the basis of the require- 
ments of 35 U.S.C. 112 except for the best mode requirement. 


§ 1.915 Content of request. 


(a) The request must be accompanied by the fee for requesting 
reexamination set in § 1.20(c). 

(b) Any request for reexamination must include the following 
parts: 

(1) A statement pointing out each substantial new question 
of patentability based on prior patents and printed publications 
or based on the manner in which the patent specification or 
claims fail to comply with the requirements of 35 U.S.C. 112 
except for the best mode requirement. 

(2) An identification of every claim for which reexamina- 
tion is requested. 

(3) A detailed explanation of the pertinency and manner 
of applying the cited prior art to every claim for which reexami- 
nation is requested or a detailed explanation of the manner in 
which the specification or claim(s) fail to comply with 35 
U.S.C. 112 except for the best mode requirement. If appropriate, 
the party requesting reexamination may also point out how 
claims distinguish over cited prior art or how 35 U.S.C. 112 
requirements are complied with except for the best mode 
requirement. 

(4) A copy of every patent or printed publication relied 
upon or referred to in paragraphs (b)(1) and (3) of this section 
accompanied by an English language translation of all the 
necessary and pertinent parts of any non-English language doc- 
ument. 

(5) The entire patent for which reexamination is requested 
must be furnished in the form of cut-up copies of the original 
patent with only a single column of the printed patent securely 
mounted or reproduced in permanent form on one side of a 
separate paper. A copy of any disclaimer, certificate of correc- 
tion, or reexamination certificate issued in the patent must also 
be included. 

(6) A certification that a copy of the request filed by a 
person other than the patent owner has been served in its entirety 
on the patent owner at the address as provided for in § 1.33(c). 
The name and address of the party served must be indicated. 
If service was not possible, a duplicate copy must be supplied 
to the Office. 

(7) If the patent is currently involved in a reexamination 
proceeding for which a reexamination certificate has not been 
issued, a certification that the person making the request is not 
a privy of the patent owner or third party requester, unless 
otherwise authorized by the Commissioner. 

(8) In a request filed by a third party requester, a certifica- 
tion that (i) no final decision has been entered against that party 
or its privies in a civil action arising in whole or in part under 
28 U.S.C. 1338 in which that party or its privies did not sustain 
its burden of proving the invalidity of any patent claim in 
suit and (ii) neither that party nor its privies are requesting 
reexamination of any such patent claim on the basis of issues 
which that party or its privies raised or could have raised in 
such civil action. 

(9) In a request filed by a third party requester, a certifica- 
tion that the request does not assert the invalidity of any claim 
determined to be patentable on appeal on any ground which 
the third party requester or its privy raised or could have raised 
during a prior reexamination proceeding in which that party 
or its privies filed a notice of appeal to the Court of Appeals 
for the Federal Circuit and/or participated as a party to an 
appeal by the patent owner, under the provisions of 35 U.S.C. 
141 to 144. 

(10) A statement identifying the real party in interest to the 
extent necessary for a subsequent person filing a reexamination 
request to determine whether that person is a privy. 

(c) A request filed by the patent owner may include a pro- 
posed amendment in accordance with § 1.121(f). 

(d) If a request is filed by an attorney or agent identifying 
another party on whose behalf the request is being filed, the 
attorney or agent must have a power of attorney from that party 
or be acting in a representative capacity pursuant to § 1.34(a). 
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§ 1.917 Omission of a requirement in the request for reex- 
amination. 

If the request is not accompanied by the fee for requesting 
reexamination or all of the other parts required by § 1.915, the 
person identified as requesting reexamination will be so notified 
and given an opportunity to complete the request within a 
specified time. If the fee for requesting reexamination has been 
paid but the defect in the request is not corrected within the 
specified time, the determination whether or not to institute 
reexamination will be made on the request as it then exists. If 
the fee for requesting reexamination has not been paid, no 
determination will be made and the request will be placed in 
the patent file as a citation if it complies with the requirements 
of § 1.901 and/or § 1.902. 


§ 1.919 Filing date for request for reexamination. 


The filing date of the request is the date on which the request 
including the entire fee for requesting reexamination is 
received; or, if the request is not initially accompanied by the 
entire fee, the date on which the last portion of the fee is 
received in the Patent and Trademark Office. 


§ 1.921 Submission of prior art by third party following 
the order for reexamination. 


Prior art submissions by the third party requester filed after 
the reexamination order shall be limited solely to prior art 
which is used to rebut a finding of fact by the examiner or a 
response of the patent owner. 


§ 1.923 Examiner’s consideration of the request for reexam- 
ination. 


Within three months following the filing date of a request 
for reexamination, an examiner will consider the request and 
determine whether or not a substantial new question of patent- 
ability affecting any claim of the patent is raised by the request 
and the prior art cited therein, with or without consideration 
of other patents or printed publications, or by the failure of the 
patent specification or claim(s) to comply with the requirements 
of 35 U.S.C. 112 except for the best mode requirement. The 
examiner's determination will be based on the claims in effect 
at the time of the determination and will become a part of the 
official file of the patent and will be mailed to the patent owner 
at the address as provided for in § 1.33(c) and to the person 
requesting reexamination. 


§ 1.925 Partial refund if request is denied. 

Where no substantial new question of patentability has been 
found, a refund of a portion of the fee for requesting reexamina- 
tion will be made to the requester in accordance with § 1.26(c). 


§ 1.927 Petition to review denial of the request for reexami- 
nation. 


The requester may seek review by a petition to the Commis- 
sioner under § 1.181 within one month of the mailing date of 
the examiner’s determination refusing reexamination. Any such 
petition must comply with § 1.181(b). If no petition is timely 
filed or if the decision on petition affirms that no substantial 
new question of patentability has been raised, the determination 
shall be final and nonappealable. 


REEXAMINATION OF PATENTS 
§ 1.929 Reexamination at the initiative of the Commissioner. 


The Commissioner, at any time during the period of enforce- 
ability of a patent, may determine whether or not a substantial 
new question of patentability is raised by patents or printed 
publications which have been discovered by the Commissioner 
or which have been brought to the Commissioner's attention 
or by the failure of the patent specification or claim(s) to comply 
with the requirements of 35 U.S.C. 112 except for the best mode 
requirement. The Commissioner may order reexamination even 
though no request for reexamination has been filed in accor- 
dance with § 1.915. Normally requests from outside the Patent 


U.S. PATENT AND TRADEMARK OFFICE 


1194 TMOG 75 
(48) 


and Trademark Office that the Commissioner undertake reex- 
amination on his or her own initiative will not be considered. 
Any determination to initiate reexamination under this section 
will become a part of the official file of the patent and will be 
given or mailed to the patent owner at the address as provided 
for in § 1.33(c). 


§ 1.931 Order to reexamine. 


(a) If a substantial new question of patentability is found, 
the determination will include an order for reexamination of 
the patent for resolution of the question. 

(b) If the order for reexamination resulted from a petition 
pursuant to § 1.927, the reexamination will ordinarily be con- 
ducted by an examiner other than the examiner responsible for 
the initial determination under § 1.923. 


INFORMATION DISCLOSURE 


§ 1.933 Information material to patentability in reexamina- 
tion proceedings. 


(a) A patent by its very nature is affected with a public 
interest. The public interest is best served, and the most effective 
reexamination occurs when, at the time a reexamination pro- 
ceeding is being conducted, the Office is aware of and evaluates 
the teachings of all information material to patentability in a 
reexamination proceeding. Each individual associated with the 
patent owner in a reexamination proceeding has a duty of 
candor and good faith in dealing with the Office, which includes 
a duty to disclose to the Office all information known to that 
individual to be material to patentability in a reexamination 
proceeding. The individuals who have a duty to disclose to 
the Office all information known to them to be material to 
patentability in a reexamination proceeding are the patent 
owner, each attorney or agent who represents the patent owner, 
and every other individual who is substantively involved on 
behalf of the patent owner in a reexamination proceeding. The 
duty to disclose the information exists with respect to each 
claim pending in the reexamination proceeding until the claim 
is cancelled. Information material to the patentability of a can- 
celled claim need not be submitted if the information is not 
material to patentability of any claim remaining under consider- 
ation in the reexamination proceeding. The duty to disclose all 
information known to be material to patentability in a reexami- 
nation proceeding is deemed to be satisfied if all information 
known to be material to patentability of any claim in the patent 
after issuance of the reexamination certificate was cited by the 
Office or submitted to the Office in an information disclosure 
statement. However, the duties of candor, good faith, and disclo- 
sure have not been complied with if any fraud on the Office 
was practiced or attempted or the duty of disclosure was violated 
through bad faith or intentional misconduct by, or on behalf 
of, the patent owner in the reexamination proceeding. Any 
information disclosure statement must be filed with the items 
listed in § 1.98(a) as applied to individuals associated with the 
patent owner in a reexamination proceeding, and should be filed 
within two months of the date of the order for reexamination, or 
as soon thereafter as possible. 

(b) Under this section, information is material to patentability 
in a reexamination proceeding when it is not cumulative to 
information of record or being made of record in the reexamina- 
tion proceeding, and 

(1) It is a patent or printed publication that establishes, 
by itself or in combination with other patents or printed publica- 
tions, a prima facie case of unpatentability of a claim; or 

(2) It refutes, or is inconsistent with, a position the patent 
owner takes in: 

(i) Opposing an argument of unpatentability relied on 
by the Office, or 
(ii) Asserting an argument of patentability. 


A prima facie case of unpatentability of a claim pending in 
a reexamination proceeding is established when the information 
compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving 
each term in the claim its broadest reasonable construction 
consistent with the specification, and before any consideration 
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1s given to evidence which may be submitted in an attempt to 
establish a contrary conclusion of patentability. 

(c) The responsibility for compliance with this section rests 
upon the individuals designated in paragraph (a) of this section, 
and no evaluation will be made by the Office in the reexamina- 
tion proceeding as to compliance with this section. If questions 
of compliance with this section are discovered during a reexam- 
ination proceeding, they will be noted as unresolved questions 
in accordance with § 1.906(c). 


OFFICE ACTIONS AND RESPONSES (BEFORE THE 
EXAMINER) 


§ 1.935 Initial Office action normally accompanies order 
to reexamine. 


The order for reexamination will normally be accompanied 
by the initial Office action on the merits of the reexamination. 


§ 1.937 Conduct of Reexamination. 


(a) All reexamination proceedings, including any appeals to 
the Board of Patent Appeals and Interferences, will be con- 
ducted with special dispatch within the Office, unless the Com- 
missioner makes a determination that there is good cause for 
suspending the reexamination proceeding. A final determina- 
tion that good cause exists shall not be made until the patent 
owner and third party requesters (if any) have had a reasonable 
opportunity to comment on or oppose any suspension. 

(b) Except as otherwise provided, the reexamination pro- 
ceeding will be conducted in accordance with the sections 
governing the application examination process; §§ 1.104 
through 1.119, and will result in the issuance of a reexamination 
certificate under § 1.997. 


§ 1.939 Unauthorized papers. 


Unless authorized by the reexamination regulations (§§ 
1.901-1.997), no paper shall be filed prior to the first Office 
action. If an unauthorized paper is filed by the patent owner 
or third party requester, it will not be considered in making 
the determination under § 1.923 and will be returned. 


§ 1.941 Amendments by patent owner and their effective 
date. 


(a) Any proposed amendment to the description and claims 
must be made in accordance with § 1.121(f) and be accompa- 
nied by an explanation of the support for the proposed amend- 
ment in the disclosure of the patent. No amendment may enlarge 
the scope of the claims of the patent or introduce new matter. 
No amendment may be proposed for entry in an expired patent. 
Moreover, no amendment will be incorporated into the patent 
by certificate issued after the expiration of the patent. 

(b) Amendments made to a patent during a reexamination 
proceeding will not be effective until a reexamination certificate 
is issued. 


§ 1.943 Length of responses and briefs. 


Responses and appellant briefs by the patent owner 
(including amendments) and third party requester, if any, shall 
not exceed 50 pages in length, excluding Appendix of claims 
and reference materials such as prior art references. All further 
briefs by any party shall not exceed 35 pages in length. 


§ 1.945 Response by patent owner. 


The patent owner will be given at least thirty (30) days 
to respond to any Office action. Such response may include 
arguments in response to any rejections and/or proposed amend- 
ments or new claims to place the patent in condition where all 
claims, if amended as proposed, would be patentable. 


§ 1.947 Response by third party requester to patent owner’s 
response. 


If the patent owner files a response to an Office action. any 
third party requester may once file written comments within a 
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period of one month from the date of service of the patent 
owner's response. These comments shall be limited to issues 
covered by the action or the patent owner’s response. 


§ 1.949 Examiner’s Office action closing prosecution. 


Upon consideration of the issues and/or grounds of rejection 
a second or subsequent time, or upon allowance of all claims, 
the examiner shall issue an Office action treating all claims 
present in the reexamination proceeding, which may be an 
action closing prosecution. An action will not normally close 
prosecution if it includes a new ground of rejection which was 
not previously addressed by the patent owner, unless the new 
ground was necessitated by an amendment. 


§ 1.951 Responses after Office action closing prosecution. 


(a) After any action closing prosecution issued by the exam- 
iner, the third party requester may once file written comments 
limited to the issues raised in the Office action closing prose- 
cution. Such comments must be filed within the time set for 
response in the action closing prosecution. When the third party 
requester does file such comments, the patent owner may file 
comments responding to the third party requester’s comments 
within one month from the date of service of the third party 
requester’s comments on the patent owner. 

(b) After any action closing prosecution issued by the exam- 
iner, the patent owner may once file written comments limited 
to the issues raised in the reexamination proceeding and/or 
present a proposed amendment to the claims which amendment 
will be subject to the criteria of § 1.116 as to whether it shall 
be entered and/or considered. Such comments and/or proposed 
amendments must be filed within the time set for response in 
the action closing prosecution. Where the patent owner does 
file such comments and/or proposed amendment, the third party 
requester may file comments responding to such comments 
and/or proposed amendments by the patent owner within one 
month from the date of service of patent owner’s comments 
and/or proposed amendment on the third party requester. 


§ 1.953 Examiner’s Right of Appeal Notice. 


Upon considering the responses of the patent owner and any 
third party requester subsequent to the Office action closing 
prosecution, or upon expiration of the time for submitting such 
responses, the examiner shall issue a “Right of Appeal Notice,” 
unless the examiner reopens prosecution. The “Right of Appeal 
Notice” shall include a final rejection and/or final decision 
favorable to patentability which shall identify the status of each 
claim and reasons for patentability or grounds of rejection for 
each claim. It shall set a 30-day or one month time period, 
whichever is longer, for either party to appeal. If no appeal 
follows, the reexamination proceeding will be terminated and 
the Commissioner will proceed to issue a certificate under § 
1.997 in accordance with the last action of the Office. 


INTERVIEWS 


§ 1.955 Interviews in reexamination proceedings. 


(a) Interviews in reexamination proceedings pending before 
the Office between examiners and the owners of such patents 
or their attorneys or agents of record must be had in the Office 
at such times, within Office hours, as the respective examiners 
may designate. Interviews will not be permitted at any other 
time or place without the authority of the Commissioner. Inter- 
views should be arranged for in advance. A third party requester 
may not initiate an interview. A third party requester has a 
right to participate in an interview initiated by the patent owner 
or the examiner and must be given adequate notice and opportu- 
nity to participate. A senior level Office official will be present 
when the interview is attended by a third party requester. 

(b) Interviews for the discussion of the patentability of claims 
in patents involved in reexamination proceedings will not be 
initiated by the patent owner prior to the first office action 
thereon. 

(c) In every instance of an interview with an examiner, 
each party must present a statement of the issues which were 
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discussed. An interview does not remove the necessity for 
response to Office actions as specified in § 1.111. 
EXTENSIONS OF TIME AND REVIVAL OF PROCEED- 
INGS 


§ 1.957 Extensions of time and cause for termination in 
reexamination proceedings. 


(a) The time for taking any action by a patent owner or third 
party requester in a reexamination proceeding will be extended 
only for sufficient cause, and for a reasonable time specified. 
Any request for such extension must be filed on or before the 
day on which action by the patent owner or third party requester 
is due, but in no case will the mere filing of a request effect 
any extension. See § 1.304(a) for extensions of time for filing 
a notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit. 

(b) If the patent owner fails to file a timely and appropriate 
response to any Office action in a reexamination proceeding, 
the reexamination proceeding will be terminated and the Com- 
missioner will proceed to issue a certificate under § 1.997 in 
accordance with the last action of the Office, unless there is a 
third party requester and claims are found patentable. 

(c) If there is a third party requester and claims are found 
patentable, and the patent owner fails to file a timely and 
appropriate response to any action in a reexamination pro- 
ceeding, prosecution will be limited to claims found patentable 
at the time of the failure to respond and to claims which do 
not enlarge the scope of the claims found patentable at that 
time. 


§ 1.958 Revival of terminated proceedings. 


(a) A reexamination proceeding terminated for failure to 
prosecute may be revived as a pending proceeding if it is shown 
to the satisfaction of the Commissioner that the delay was 
unavoidable. A petition to revive an unavoidably terminated 
reexamination proceeding must be promptly filed after the 
patent owner is notified of, or otherwise becomes aware of, 
the termination of the proceeding, and must be accompanied 
by: 

(1) a proposed response to continue prosecution of that 
proceeding unless it has been previously filed; 

(2) the petition fee as set forth in § 1.17(1); and 

(3) a showing that the delay was unavoidable. The showing 
must be a verified showing if made by a person not registered 
to practice before the Patent and Trademark Office. 

(b) A reexamination proceeding terminated for failure of 
the patent owner to prosecute may be revived as a pending 
proceeding if the delay in prosecution was unintentional. A 
petition to revive an unintentionally terminated reexamination 
proceeding must be: 

(1) accompanied by a proposed response to continue prose- 
cution of that proceeding unless it has been previously filed; 

(2) accompanied by the petition fee as set forth in § 
1.17(m); 

(3) accompanied by a statement that the delay was uninten- 
tional. The statement must be a verified statement if made 
by a person not registered to practice before the Patent and 
Trademark Office. The Commissioner may require additional 
information where there is a question whether the delay was 
unintentional; and 

(4) filed either: 

(i) within two months of the date of the first Office 
notification that the proceeding has been terminated; or 

(ii) within two months of the date of the first decision 
on a petition to revive under paragraph (a) of this section which 
was timely filed within the time period set forth in paragraph 
(b)(4)(i) of this section. 

(c) Any request for reconsideration or review of a decision 
refusing to revive a proceeding upon petition filed pursuant to 
paragraphs (a) or (b) of this section, to be considered timely, 
must be filed within two months of the decision refusing to 
revive or within such time as set in the decision. 

(d) The time periods set forth in this section cannot be 
extended, except that the time period set forth in paragraph (c) 
of this section may be extended under the provisions of § 
1.957(a). 
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APPEAL TO THE BOARD OF PATENT APPEALS AND 
INTERFERENCES 

§ 1.959 Notice of appeal and cross appeal to Board of Patent 
Appeals and Interferences. 


(a)(1) Once a “Right of Appeal Notice” has been issued, by 
filing a notice of appeal within the time provided in § 1.953 
and paying the fee set forth in § 1.17(e), the patent owner may 
appeal to the Board of Patent Appeals and Interferences with 
respect to any decision adverse to the patentability of any 
original or proposed amended or new claim of the patent. 

(2) Once a “Right of Appeal Notice” has been issued, by 
filing a notice of appeal within the time provided in § 1.953 
and paying the fee set forth in § 1.17(e), a third party requester 
involved in a reexamination proceeding may appeal to the 
Board of Patent Appeals and Interferences with respect to any 
final decision favorable to the patentability of any original or 
proposed amended or new claim of the patent. 

(b)(1) Within fourteen days of service of a third party 
requester’s notice of appeal, and upon payment of the fee set 
forth in § 1.17(e), a patent owner who has not filed a notice 
of appeal may file a notice of cross appeal with respect to any 
decision adverse to the patentability of any original or proposed 
amended or new claim of the patent. 

(2) Within fourteen days of service of a patent owner’s 
notice of appeal, and upon payment of the fee set forth in § 
1.17(e), a third party requester who has not filed a notice of 
appeal may file a notice of cross appeal with respect to any 
final decision favorable to the patentability of any original or 
proposed amended or new claim of the patent. 

(c) The appeal in a reexamination proceeding must identify 
the claim(s) appealed, and must be signed by the patent owner 
or third party requester, or their duly authorized attorney or 
agent. 

(d) An appeal when taken must be taken from the rejection 
of all claims under rejection in a Right of Appeal Notice which 
the patent owner proposes to contest, or from the determination 
of patentability of all claims indicated as patentable in a Right 
of Appeal Notice which the third party requester proposes to 
contest. Questions relating to matters not affecting the merits 
of the invention may be required to be settled before an appeal 
can be considered. 

(e) The time periods set forth in §§ 1.959 through 1.969 
are subject to the provisions of § 1.957(a) for reexamination 
proceedings. See § 1.304(a) for extensions of time for filing a 
notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit. 


§ 1.961 Jurisdiction over appeal. 


Jurisdiction over the patent under reexamination passes to 
the Board of Patent Appeals and Interferences upon transmittal 
of the file, including all briefs and examiner's answers, to the 
Board. Prior to the entry of a decision on the appeal, the 
Commissioner may sua sponte order the patent remanded to 
the examiner, for action consistent with the Commissioner’s 
order. 


§ 1.962 Appellant and respondent defined. 


For the purposes of reexamination, appellant is any party 
filing a notice of appeal. A respondent is any opposing party 
responding to the appeal of the appellant. If more than one 
party appeals, each is an appellant with respect to the claims 
to which his or her appeal is directed and, to the extent each 
responds, each is a respondent with respect to the claims to 
which his or her opponent's appeal is directed. 


§ 1.963 Time for filing briefs. 


(a) If a party files a notice of appeal or cross appeal, the 
party must file an appellant brief within two months of the 
date of filing of their notice of appeal or cross appeal. However, 
if another party files a notice of appeal or cross appeal subse- 
quent to that of the party, then the party must file an appeal 
brief within two months of the date of filing of the subsequent 
notice of appeal or cross appeal, so that the appellant briefs of 
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all parties filing a notice of appeal or cross appeal will be due 
no later than two months after the last-filed notice. 

(b) Once an appellant brief has been properly filed, an 
opposing party may file a respondent brief within one month 
from the date of service of the appellant brief. The examiner 
will consider both the appellant and respondent briefs and 
prepare an examiner's answer. 

(c) The third party requester and the patent owner may each 
file a reply brief within one month of the date of the examiner's 
answer. No further brief will be acknowledged or considered. 


§ 1.965 Appellant brief. 


(a) Appellant(s) shall, within time limits for filing set forth 
in § 1.963, file a brief in triplicate and serve the brief on all 
parties in accordance with § 1.903. The brief must be accompa- 
nied by the requisite fee set forth in § 1.17(f) and must set 
forth the authorities and arguments on which appellant will 
rely to maintain the appeal. Any arguments or authorities not 
included in the brief will be refused consideration by the Board 
of Patent Appeals and Interferences, unless good cause is 
shown. 

(b) On failure of a party to file the brief, accompanied by 
the requisite fee, within the time allowed, the appeal shall stand 
dismissed with respect to the claims appealed by that party. 

(c) The brief shall contain the following items under appro- 
priate headings and in the order indicated below unless the 
brief is filed by a party who is not represented by a registered 
practitioner: 

(1) Real Party in Interest. A statement identifying the real 
party in interest, if the party named in the caption of the brief 
is not the real party in interest. 

(2) Related Appeals and Interferences. A statement identi- 
fying by number and filing date all other appeals or interferences 
known to the appellant, the appellant's legal representative, or 
assignee which will directly affect or be directly affected by 
or have a bearing on the Board's decision in the pending appeal. 

(3) Status of Claims. A statement of the status of all 
the claims, pending or cancelled, and identifying the claims 
appealed. 

(4) Status of Amendments. A statement of the status of 
any amendment filed subsequent to final rejection. 

(5) Summary of Invention. A concise explanation of the 
invention or subject matter defined in the claims involved in 
the appeal, which shall refer to the specification by column 
and line number, and to the drawing(s), if any, by reference 
characters. 

(6) Issues. A concise statement of the issues presented for 
review. 

(7) Grouping of Claims. For each ground of rejection, or, 
in the case where the appeal is by a third party requester, each 
determination of patentability or determination of inapplica- 
bility of a proposed rejection, which appellant contests and 
which applies to a group of two or more claims, the Board 
shall select a single claim from the group and shall decide the 
appeal as to the ground of rejection on the basis of that claim 
alone unless a statement is included that the claims of the 
group do not stand or fall together and, in the argument under 
paragraph (c)(8) of this section, appellant explains why the 
claims of this group are believed to be separately patentable 
or unpatentable. Merely pointing out differences in what the 
claims cover is not an argument as to why the claims are 
separately patentable. 

(8) Argument. The contentions of appellant with respect 
to each of the issues presented for review in paragraph (c)(6) 
of this section, and the basis therefor, with citations of the 
authorities, statutes, and parts of the record relied on. Each 
issue should be treated under a separate heading. 

(i) For each rejection or, in the case where the appeal 

is by a third party requester, any other determination under 35 
U.S.C. 112, first paragraph, the argument shall specify the 
errors in the rejection or other determination and how the first 
paragraph of 35 U.S.C. 112 is or is not complied with, including, 
as appropriate, how the specification and drawings, if any, 

(A) describe or fail to describe the subject matter 
defined by each of the appealed claims, and 

(B) enable or fail to enable any person skilled in the 
art to make and use the subject matter defined by each of the 
appealed claims, and 
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(ii) For each rejection, or in the case where the appeal 
is filed by a third party requester, any determination, under 35 
U.S.C. 112, second paragraph, the argument shall specify the 
errors in the rejection or other determination and how the claims 
do or do not particularly point out and distinctly claim the 
subject matter which appellant regards as the invention. 

(iii) For each rejection or, in the case where the appeal 
is by a third party requester, each determination of patentability, 
under 35 U.S.C. 102, the argument shall specify the errors in 
the rejection or determination and why the appealed claims are 
or are not patentable under 35 U.S.C. 102, including any specific 
limitations in the appealed claims which are not described in 
the prior art. 

(iv) For each rejection or, in the case where the appeal 
is by a third party requester, each determination of patentability 
under 35 U.S.C. 103, the argument shall specify the errors in 
the rejection or determination and, if appropriate, the specific 
limitations in the appealed claims which are or are not described 
in the prior art, and shall explain how such limitations render 
the claimed subject matter obvious or unobvious over the prior 
art. If the rejection or determination is based upon a combination 
of references, the argument shall explain why the references, 
taken as a whole, do or do not suggest the claimed subject 
matter, and shall include, as may be appropriate, an explanation 
of why features disclosed in one reference may or may not 
properly be combined with features disclosed in another refer- 
ence. A general argument that all the limitations are or are not 
described in a single reference does not satisfy the requirements 
of this paragraph. 

(v) For any rejection or, in the case where the appeal 
is by a third party requester, any determination of patentability, 
other than those referred to in paragraphs (c)(8)(i) to (iv) of 
this section, the argument shall specify the errors in the rejection 
or other determination and the specific limitations in the 
appealed claims, if appropriate, or other reasons, which cause 
the rejection or other determination to be in error. 

(9) Appendix. An appendix containing a copy of the claims 
involved in the appeal. 

(d) If a brief is filed which does not comply with all the 
requirements of paragraph (c) of this section, appellant will be 
notified of the reasons for non-compliance and provided with 
a period of one month within which to file an amended brief. 
If the appellant does not file an amended brief during the 
one-month period, or files an amended brief which does not 
overcome all the reasons for non-compliance stated in the notifi- 
cation, the appeal will stand dismissed as to that party. 


§ 1.967 Respondent brief. 


(a) The brief(s) of the respondent(s) specified in § 1.963 
must be filed in triplicate, served on all other parties in accor- 
dance with § 1.903 and be accompanied by the requisite fee 
set forth in § 1.17(f). Any arguments or authorities not included 
in the brief will be refused consideration by the Board of Patent 
Appeals and Interferences, unless good cause is shown. The 
respondent brief shall be limited to issues raised in the appellant 
brief to which the respondent brief is directed. 

(b) The respondent brief shall contain the following items 
under appropriate headings and in the order here indicated, and 
may include an appendix containing portions of the record on 
which reliance is made: 

(1) Real Party in Interest. A statement identifying the real 
party in interest, if the party named as the respondent in the 
brief is not the real party in interest. 

(2) Related Appeals and Interferences. A statement identi- 
fying by number and filing date all other appeals or interferences 
known to the respondent, the respondent's legal representative, 
or assignee (if any) which will directly affect or be directly 
affected by or have a bearing on the Board’s decision in the 
pending appeal. 

(3) Status of claims. A statement accepting or disputing 
appellant's statement of the status of claims. If appellant's 
statement of the status of claims is disputed, the errors in 
appellant’s statement must be specified with particularity. 

(4) Status of amendments. A statement accepting or dis- 
puting appellant's statement of the status of amendments. If 
appellant’s statement of the status of amendments is disputed, 
the errors in appellant's statement must be specified with partic- 
ularity. 
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(5) Summary of invention. A statement accepting or dis- 
puting appellant’s summary of the invention or subject matter 
defined in the claims involved in the appeal. If appellant's 
summary of the invention or subject matter defined in the 
claims involved in the appeal is disputed, the errors in appel- 
lant’s summary must be specified with particularity. A counter 
explanation of the invention may be made. 

(6) Issues. A statement accepting or disputing appellant's 
statement of the issues presented for review and identifying 
any examiner's determination not to make a rejection proposed 
by the third party requester. If appellant's statement of the 
issues presented for review is disputed, the errors in appellant's 
statement must be specified with particularity. A counter state- 
ment of the issues for review may be made. 

(7) Grouping of claims. A statement accepting or disputing 
any statement by appellant that allowed or rejected claims stand 
or fall together. If appellant’s statement is disputed, the errors 
in appellant’s statement must be specified with particularity. 
A counter statement may be made. 

(8) Argument. A statement accepting or disputing the con- 
tentions of the appellant with respect to each of the issues. If 
a contention of the appellant or a determination of the examiner 
not to make a rejection proposed by the requester is disputed, 
the errors in appellant’s argument or examiner's determination 
must be specified with particularity, stating the basis therefor, 
with citations of the authorities, statutes and parts of the record 
relied on. Each issue should be treated under a separate heading. 
An argument may be made with respect to each of the issues 
stated in the counter statement of the issues, with each counter 
stated issue being treated under a separate heading. The provis- 
ions of §§ 1.965(c)(8)(iii) and (iv) of these regulations shall 
apply to any argument raised under 35 U.S.C. 102 or 103. 

(c) If a respondent brief is filed which does not comply with 
all the requirements of paragraph (b) of this section, respondent 
will be notified of the reasons for non-compliance and provided 
with a period of one month within which to file an amended 
brief. If the respondent does not file an amended brief during 
the one-month period, or files an amended brief which does 
not overcome all the reasons for non-compliance stated in the 
notification, the respondent brief will not be received into the 
record and will not be considered. 


§ 1.969 Examiner’s answer. 


The primary examiner may, within such time as may be 
directed by the Commissioner, furnish a written statement in 
answer to the patent owner’s and/or third party requester’s 
appellant brief or respondent brief including such explanation 
of the invention claimed and of the references and grounds of 
rejection or reasons for patentability as may be necessary, 
supplying a copy to the patent owner and each third party 
requester, if any. If the primary examiner shall find that the 
appeal is not regular in form or does not relate to an appealable 
action, he or she shall so state and a petition from such decision 
may be taken to the Commissioner as provided in § 1.181. 


§ 3.971 Reply brief. 


(a) The patent owner and any third party requester may each 
file a reply brief directed only to such new points of argument 
as may be raised in the examiner's answer, within one month 
from the date of such answer. The new points of argument 
shall be specifically identified in the reply brief. If the examiner 
determines that the reply brief is not directed only to new points 
of argument raised in the examiner’s answer, the examiner may 
refuse entry of the reply brief and will so notify the appellant. 

(b) If the examiner’s answer expressly states that it includes 
a new ground of rejection or allowance of claims not previously 
allowed, the party adversely affected must file a reply thereto 
within one month from the date of such answer to avoid dis- 
missal of the appeal as to the claims subject to the new ground 
of rejection or allowance; such reply may be accompanied by 
any amendment (in the case of the patent owner) or material 
appropriate to the new ground. See § 1.957 for extensions of 
time for filing a reply brief. 


§ 1.973 Oral hearing. 
(a) An oral hearing should be requested only in those circum- 


stances in which the appellant, or a respondent who has filed 
a respondent brief under § 1.967, considers such a hearing 
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necessary or desirable for a proper presentation of the appeal. 
An appeal decided without an oral hearing will receive the 
same consideration by the Board of Patent Appeals and Interfer- 
ences as an appeal decided after oral hearing. 

(b) If appellant, or a respondent who has filed a respondent 
brief under § 1.967, desires an oral hearing, he or she must 
file a written request for such hearing accompanied by the fee 
set forth in § 1.17(g) within one month after the date of the 
examiner's answer. If appellant, or a respondent who has filed 
a respondent brief under § 1.967, requests an oral hearing and 
submits therewith the fee set forth in § 1.17(g), an oral argument 
may be presented by, or on behalf of, the primary examiner if 
considered desirable by either the primary examiner or the 
Board. See § 1.957 for extensions of time in a reexamination 
proceeding. 

(c) If no request and fee for oral hearing have been timely 
filed by an appellant or a respondent who has filed a respondent 
brief under § 1.967, the appeal will be assigned for consideration 
and decision. If an appellant or respondent who has filed a 
respondent brief under § 1.967 has requested an oral hearing 
and has submitted the fee set forth in § 1.17(g), a hearing date 
will be set, and notice thereof given to each appellant, to the 
primary examiner and to each respondent who has filed a 
respondent brief under § 1.967. The notice shall set a period 
within which all requests for oral hearing shall be submitted. 
Hearing will be held as stated in the notice, and oral argument 
will be limited to twenty minutes for each appellant and respon- 
dent, and fifteen minutes for the primary examiner unless other- 
wise ordered before the hearing begins. 


§ 1.975 Affidavits or declarations after appeal. 


Affidavits, declarations, or exhibits submitted after the case 
has been appealed will not be admitted without a showing of 
good and sufficient reasons why they were not earlier presented. 


§ 1.977 Decision by the Board of Patent Appeals and Inter- 
ferences. 


(a) The Board of Patent Appeals and Interferences, in its 
decision, may affirm or reverse the decision of the examiner 
in whole or in part on the grounds and on the claims specified 
by the examiner, or on the grounds presented by a third party 
requester, or remand the reexamination proceeding to the exam- 
iner for further consideration. The affirmance of the rejection 
or allowance of a claim on any of the grounds specified consti- 
tutes a general affirmance of the decision of the examiner on 
that claim, except as to any ground specifically reversed or 
otherwise stated. A rejection of claims by the examiner may 
also be affirmed on the basis of the arguments presented by 
the third party requester. 

(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds for rejecting any appealed 
claim not raised in the appeal, it may include in the decision 
a statement to that effect with its reasons for so holding, which 
statement shall constitute a new rejection of the claims. A new 
rejection shall not be considered final for purposes of judicial 
review. When the Board of Patent Appeals and Interferences 
makes a new rejection of an appealed claim, the patent owner 
may exercise one of the following two options with respect to 
the new ground: 

(1) The patent owner may submit an appropriate amend- 
ment of the claims so rejected or a showing of facts, or both, 
and have the matter reconsidered by the examiner in which 
event the patent will be remanded to the examiner. The state- 
ment of the Board of Patent Appeals and Interferences shall 
be binding upon the examiner unless an amendment or showing 
of facts not previously of record be made which, in the opinion 
of the examiner, overcomes the new ground for rejection stated 
in the decision. Should the examiner again reject the claims, 
the patent owner may again appeal to the Board of Patent 
Appeals and Interferences. 

(2) The patent owner may have the case reconsidered 
under § 1.979(b) by the Board of Patent Appeals and Interfer- 
ences upon the same record. The request for reconsideration 
shall address the new ground for rejection and state with particu- 
larity the points believed to have been misapprehended or over- 
looked in rendering the decision and also state all other grounds 
upon which reconsideration is sought. Where request for such 
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reconsideration is made, the Board of Patent Appeals and Inter- 
ferences shall reconsider the new ground for rejection and, if 
necessary, render a new decision which shall include all grounds 
upon which a patent is refused. The decision on reconsideration 
is deemed to incorporate the earlier decision, except for those 
portions specifically withdrawn on reconsideration, and is final 
for the purpose of judicial review. 

(c) Should the decision of the Board of Patent Appeals and 
Interferences include an explicit statement that a claim may be 
allowed in amended form, patent owner shail have the right to 
amend in conformity with such statement which shall be binding 
on the examiner in the absence of new references or grounds 
of rejection. 

(d) Although the Board of Patent Appeals and Interferences 
normally will confine its decision to a review of rejections and 
allowances made by the examiner and/or arguments of the third 
party requester, shouid it have knowledge of any grounds for 
rejecting any allowed claim not advanced by the examiner or 
third party requester, it may recommend a rejection of the claim 
in its decision and remand the case to the examiner. In such 
event, the Board shall set a period, not less than one month, 
within which the patent owner may submit to the examiner an 
appropriate amendment, a showing of facts or reasons, or both, 
in order to avoid any grounds for rejection set forth in the 
recommendation of the Board of Patent Appeals and Interfer- 
ences. The examiner shall be bound by any such recommended 
rejection and shall enter and maintain the recommended rejec- 
tion unless an amendment or showing of facts not previously 
of record is filed which, in the opinion of the examiner, over- 
comes the recommended rejection. Should the examiner make 
the recommended rejection final the patent owner may again 
appeal to the Board of Patent Appeals and Interferences. 

(e) Whenever a decision of the Board of Patent Appeals and 
Interferences includes a remand, that decision shall not be 
considered a final decision. When appropriate, upon conclusion 
of proceedings on remand before the examiner, the Board of 
Patent Appeals and Interferences may enter an order otherwise 
making its decision final. 

(f) See § 1.957(a) for extensions of time to take action under 
this section. 


§ 1.979 Action following decision. 


(a) After decision by the Board of Patent Appeals and Inter- 
ferences, the case shall be returned to the examiner, subject to 
a right of appeal or other review by the appellant or respondent, 
for such further action by the patent owner or by the examiner, 
as the condition of the case may require, to carry into effect 
the decision. 

(b) Each party may file a single request for reconsideration 
or modification of the decision if filed within one month from 
the date of the original decision, unless that decision is so 
modified by the decision on reconsideration as to become, in 
effect, a new decision, and the Board of Patent Appeals and 
Interferences so states. The request for reconsideration shall 
state with particularity the points believed to have been misap- 
prehended or overlooked in rendering the decision and also 
state all other grounds upon which reconsideration is sought. 
See § 1.957(a) for extensions of time for seeking reconsidera- 
tion. 

(c) The appeal proceedings are considered terminated by the 
dismissal of an appeal or the failure to timely file an appeal 
to the U.S. Court of Appeals for the Federal Circuit. The date 
of termination of proceedings is the date on which the appeal 
is dismissed or the date on which the time for appeal to the 
Federal Circuit expires. If an appeal to the Federal Circuit has 
been filed, proceedings are considered terminated when the 
appeal is terminated. An appeal to the Federal Circuit is termi- 
nated when the mandate is received by the Office. Upon termi- 
nation of the reexamination proceeding, the Commissioner will 
issue a certificate under § 1.997. 


§ 1.981 Reopening after decision. 


(a) Cases which have been decided by the Board of Patent 
Appeals and Interferences will not be reopened or reconsidered 
by the primary examiner except under the provisions of § 1.979 
without the written authority of the Commissioner, and then 
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only for the consideration of matters not already adjudicated, 
sufficient cause being shown. 

(b) In the event prosecution is reopened or the case is recon- 
sidered by the primary examiner after decision by the Board 
of Patent Appeals and Interferences or by the U.S. Court of 
Appeals for the Federal Circuit, any third party requester who 
appealed or responded under § 1.967 may again present com- 
ments pursuant to § 1.947 and may appeal or participate in an 
appeal by the patent owner pursuant to § 1.959. 


APPEAL TO THE UNITED STATES COURT OF APPEALS 
FOR THE FEDERAL CIRCUIT 


§ 1.983 Appeal to the United States Court of Appeals for 
the Federal Circuit. 


Any third party requester or patent owner involved in a 
reexamination proceeding who is a party to any appeal to 
the Board of Patent Appeals and Interferences and who is 
dissatisfied with the decision of the Board of Patent Appeals 
and Interferences may appeal to the U.S. Court of Appeals for 
the Federal Circuit and may be a party to any appeal thereto 
taken from a reexamination decision of the Board of Patent 
Appeals and Interferences. The appellant must take the fol- 
lowing steps in such an appeal: 

(a) in the Patent and Trademark Office file a written notice 
of appeal directed to the Commissioner (see §§ 1.302 and 
1.304); and 

(b) in the Court, file a copy of the notice of appeal and 
pay the fee, as provided for in the rules of the Court. A third 
party requester is deemed not to have participated as a party 
to an appeal by the patent owner, and thereby not subject to 
§ 1.909, unless, within twenty days after the patent owner has 
filed notice of appeal pursuant to § 1.983(a), the third party 
requester files notice with the Commissioner electing to partici- 
pate. 


PROCEEDINGS INVOLVING SAME PATENT AS IN 
REEXAMINATION 


§ 1.985 Notification of prior or concurrent proceedings. 


Any person at any time may file a paper in a reexamination 
proceeding notifying the Office of a prior or concurrent pro- 
ceeding in which the same patent is or was involved, such as 
interferences, reissues, reexaminations, or litigation and the 
results of such proceedings. Such paper must be limited to 
merely providing notice of the other proceeding without discus- 
sion of issues of the current reexamination proceeding. 


§ 1.987 Stay of concurrent proceeding. 


If a patent in the process of reexamination is or becomes 
involved in litigation or a reissue application for the patent is 
filed or pending, the Commissioner shall determine whether 
or not to stay the reexamination or reissue proceeding. 


§ 1.989 Merger of concurrent reexamination proceedings. 


(a) If reexamination is ordered while a prior reexamination 
proceeding is pending for the same patent, the reexamination 
proceedings will be merged and result in the issuance of a 
single certificate under § 1.997. 

(b) A reexamination proceeding filed under § 1.915 which 
is merged with a reexamination proceeding filed under § 1.510 
will result in the merged proceeding being governed by §§ 
1.901 - 1.997. 


§ 1.991 Merger of concurrent reissue application and reex- 
amination proceeding. 


If a reissue application and a reexamination proceeding on 
which an order pursuant to § 1.931 has been mailed are pending 
concurrently on a patent, a decision may be made to merge 
the two proceedings or to stay one of the two proceedings. 
Where merger of a reissue application and a reexamination 
proceeding is ordered, the merged examination will be con- 
ducted in accordance with §§ 1.171 through 1.179 and the 
patent owner will be required to place and maintain the same 
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claims in the reissue application and the reexamination pro- 
ceeding during the pendency of the merged proceeding. In a 
merged proceeding, participation by the third party requester 
shall be limited to issues within the scope of reexamination. 
The examiner’s actions and any responses by the patent owner 
or third party requester in a merged proceeding will apply to 
both the reissue application and the reexamination proceeding 
and be physically entered into both files. Any reexamination 
proceeding merged with a reissue application shall be termi- 
nated by the grant of the reissued patent. 


§ 1.993 Stay of concurrent interference and reexamination 
proceeding. 


If a patent in the process of reexamination is or becomes 
involved in an interference, the Commissioner may stay reex- 
amination or the interference. The Commissioner will not con- 
sider a request to stay an interference unless a motion (§ 1.635) 
to stay the interference has been presented to and denied by 
an administrative patent judge and the request is filed within 
ten (10) days of a decision by an administrative patent judge 
denying the motion for a stay or such other time as the adminis- 
trative patent judge may set. 


§ 1.995 Third party requester’s participation rights pre- 
served in merged proceeding. 


When a third party requester is involved in one or more 
proceedings including a reexamination proceeding, the merger 
of such proceedings will be accomplished so as to preserve 
the third party requester’s right to participate to the extent 
specifically provided for in these regulations. In merged pro- 
ceedings involving different requesters, any paper filed by one 
party in the merged proceeding shall be served on all other 
parties of the merged proceeding. 


Public Law 96-517 
96th Congress 
An Act 
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CERTIFICATE 


§ 1.997 Issuance of reexamination certificate after reexami- 
nation proceedings. 


(a) Upon the conclusion of a reexamination proceeding, the 
Commissioner will issue a certificate in accordance with 35 
U.S.C. 307 setting forth the results of the reexamination pro- 
ceeding and the content of the patent following the reexamina- 
tion proceeding. 

(b) A certificate will be issued in each patent in which a 
reexamination proceeding has been ordered under § 1.931. Any 
statutory disclaimer filed by the patent owner will be made 
part of the certificate. 

(c) The certificate will be mailed on the day of its date to 
the patent owner at the address as provided for in § 1.33(c). 
A copy of the certificate will also be mailed to the requester 
of the reexamination proceeding. 

(d) If a certificate has been issued which cancels all of the 
claims of the patent, no further Office proceedings will be 
conducted with regard to that patent or any reissue applications 
or reexamination requests relating thereto. 

(e) If the reexamination proceeding is terminated by the grant 
of a reissued patent as provided in § 1.965(d), the reissued 
patent will constitute the reexamination certificate required by 
this section and 35 U.S.C. 307. 

(f) A notice of the issuance of each certificate under this 
section will be published in the Official Gazette on its date of 
Issuance. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


August 1, 1995 


{1177 OG 130] 


To amend the patent and trademark laws. 


Be it enacted by the Senate and House of Representatives of the United States of 
America in Congress assemble That title 35 of the United States Code, entitled “Patents,” 
is amended by adding after chapter 29 the following new chapter 30: 


“CHAPTER 30-PRIOR ART CITATIONS TO OFFICE AND 


REEXAMINATION OF PATENTS 


“Sec. 

“301. Citation of prior art. 

302. Request for reexamination. 

303. Determination of issue by Commissioner. 
304. Reexamination order by Commissioner. 
305. Conduct of reexamination proceedings. 
306. Appeal. 


Dec. 12, 1990 
(H.R. 6933] 


Patent and 
trademark laws. 
amendment. 


307. Certificate of patentability, unpatentability, and claim cancellation. 


“§ 301. Citation of prior art 


Any person at any time may cite to the Office in writing prior art consisting of patents 


or printed publications which that person believes to have a bearing on the patentability 
of any claim of a particular patent. If the person explains in writing the pertinency and 
manner of applying such prior art to at least one claim of the patent, the citation of such 
prior art and the explanation thereof will become a part of the official file of the patent. 
At the written request of the person citing the prior art, his or her identity will be excluded 
from the patent file and kept confidential. 


“ § 302. Request for reexamination 35 USC 302. 


“Any person at any time may file a request for reexamination by the Office of any 
claim of a patent on the basis of any prior art cited under the provisions of section 301 
of this title. The request must be in writing and must be accompanied by payment of a 
reexamination fee established by the Commissioner of Patents pursuant to the provisions 
of section 41 of this title. The request must set forth the pertinency and manner of applying 
cited prior art to every claim for which reexamination is requested. Unless the requesting 
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person is the owner of the patent, the Commissioner promptly will send a copy of the 
request to the owner of record of the patent. 


“ § 303. Determination of issue by Commissioner 


“(a) Within three months following the filing of a request for reexamination under 
provisions of section 302 of this title, the Commissioner will determine whether a substan- 
tial new question of patentability affecting any claim of the patent concerned is raised 
by the request, with or without consideration of other patents or printed publications. On 
his own initiative, and any time, the Commissioner may determine whether a substantial 
new question of patentability is raised by patents and publications discovered by him or 
cited under the provisions of section 301 of this title. 

“(b) A record of the Commissioner’s determination under subsection (a) of this section 
will be placed in the official file of the patent and a copy promptly will be given or 
mailed to the owner of record of the patent and to the person requesting reexamination, 
if any. 

“(c) A determination by the Commissioner pursuant to subsection (a) of this section 
that no substantial new question of patentability has been raised will be final and nonappeal- 
able. Upon such a determination, the Commissioner may refund a portion of the reexamina- 
tion fee required under section 302 of this title. 


“§ 304. Reexamination order by Commissioner 


“If, in a determination made under the provisions of subsection 303(a) of this title, the 
Commissioner finds that a substantial new question of patentability affecting any claim 
of a patent is raised, the determination will include an order for reexamination of the 
patent for resolution of the question. The patent owner will be given a reasonable period, 
not less than two months from the the date a copy of the determination is given or mailed 
to him, within which he may file a statement on such question, including any amendment 
to his patent and new claim or claims he may wish to propose, for consideration in the 
reexamination. If the patent owner files such a statement, he promptly will serve a copy 
of it on the person who has requested reexamination under the provisions of section 302 
of this title. Within a period of two months from the date of service, that person may file 
and have considered in the reexamination a reply to any statement filed by the patent 
owner. That person promptly will serve on the patent owner a copy of any reply filed. 


“§ 305. Conduct of reexamination proceedings 


“After the times for filing the statement and reply provided for by section 304 of this 
title have expired, reexamination will be conducted according to the procedures established 


for initial examination under the provisions of sections 132 and 133 of this title. In any 
reexamination proceeding under this chapter, the patent owner will be permitted to propose 
any amendment to his patent and a new claim or claims thereto, in order to distinguish 
the invention as claimed from the prior art cited under the provisions of section 301 of 
this title, or in response to a decision adverse to the patentability of a claim of a patent. 
No proposed amended or new claim enlarging the scope of a claim of the patent will be 
permitted in a reexamination proceeding under this chapter. All reexamination proceedings 
under this section, including any appeal to the Board of Appeals, will be conducted with 
special dispatch within the Office. 


“§ 306. Appeal 


“The patent owner involved in a reexamination proceeding under this chapter may 
appeal under the provisions of section 134 of this title, and may seek court review under 
the provisions of sections 141 to 145 of this title, with respect to any decision adverse 
to the patentability of any original or proposed amended or new claim of the patent. 


“ § 307. Certificate of patentability, unpatentability, and claim cancellation 


“(a) In a reexamination proceeding under this chapter, when the time for appeal has 
expired or any appeal proceeding has terminated, the Commissioner will issue and publish 
a certificate canceling any claim of the patent finally determined to be unpatentable, 
confirming any claim of the patent determined to be patentable, and incorporating in the 
patent any proposed amended or new claim determined to be patentable. 

“(b) Any proposed amended or new claim determined to be patentable and incorporated 
into a patent following a reexamination proceeding will have the same effect as that 
specified in section 252 of this title for reissued patents on the right of any person who 
made, purchased, or used anything patented by such proposed amended or new claim, or 
who made substantial preparation for the same, prior to issuance of a certificate under 
the provisions of subsection (a) of this section.” 

SEC. 2. Section 41 of title 35, United States Code, is amended to read as follows: 


§ 41. Patent fees 


“(a) The Commissioner of Patents will establish fees for the processing of an application 
for a patent, from filing through disposition by issuance or abandonment, for maintaining 
a patent in force, and for providing all other services and materials related to patents. No 
fee will be established for maintaining a design patent in force. 

“(b) By the first day of the first fiscal year beginning on or after one calendar year 


35 USC 303. 
Record. 


Filing period 


35 USC 305. 


35 USC 132. 133. 


35 USC 306. 


35 USC 134. 
35 USC 141-145. 


35 USC 307. 


35 USC 252. 


35 USC 41. 
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after enactment of this Act, fees for the actual processing of an application for a patent, 
other than for a design patent, from filing through dispostion by issuance or abandonment, 
will recover in aggregate 25 per centum of the estimated average cost to the Office of 
such processing. By the first day of the first fiscal year beginning on or after one calendar 
year after enactment, fees for the processing of an application for a design patent, from 
filing through disposition by issuance or abandonment, will recover in aggregate 50 per 
centum of the estimated average cost to the Office of such processing. 
“(c) By the fifteenth fiscal year following the date of enactment of this Act, fees for 
maintaining patents in force will recover 25 per centum of the estimated cost to the Office, 
for the year in which such maintenance fees are received, of the actual processing all 
applications for patents, other than for design patents, from filing through disposition by 
issuance or abandonment. Fees for maintaining a patent in force will be due three years 
and six months, seven years and six months, and eleven years and six months after the 
grant of the patent. Unless payment of the applicable maintenance fee is received in the 
Patent and Trademark Office on or before the date the fee is due or within a grace period 
of six months thereafter, the patent will expire as of the end of such grace period. The 
Commissioner may require the payment of a surcharge as a condition of accepting within 
such six-month grace period the late payment of an applicable maintenance fee. 
“(d) By the first day of the first fiscal year beginning on or after one calendar year 
after enactment, fees for all other services or materials related to patents will recover the 
estimated average cost to the Office of performing the service or furnishing the material. 
The yearly fee for providing a library specified in section 13 of this title with uncertified 
printed copies of the specifications and drawings for all patents issued in that year will 
be $50. 
“(e) The Commissioner may waive the payment of any fee for any service or material 35 USC 13. 
related to patents in connection with an occasional or incidental request made by a 
department or agency of the Government, or any officer thereof. The Commissioner may 
provide any applicant issued a notice under section 132 of this title with a copy of the Waiver. 
specifications and drawings for all patents referred to in that notice without charge. 35 USC 132. 
“(f) Fees will be adjusted by the Commissioner to achieve the levels of recovery specified 
in this section; however, no patent application processing fee or fee for maintaining a Notice. 
patent in force will be adjusted more than once every three years. 
“(g) No fee established by the Commissioner under this section will take effect prior 
to sixty days following notice in the Federal Register.” 
SEC. 3. Section 42 of title 35, United States Code, is amended to read as follows: 


§ 42. Patent and Trademark Office funding 35 USC 42 


“(a) All fees for services performed by or materials furnished by the Patent and Trade- 
mark Office will be payable to the Commissioner. 

“(b) All fees paid to the Commissioner and all appropriations for defraying the costs 
of the activities of the Patent and Trademark Office will be credited to the Patent and 
Trademark Office Appropriation Account in the Treasury of the United States, the provis- 
ions of section 725e of title 31, United States Code, notwithstanding. 

“(c) Revenues from fees will be available to the Commissioner of Patents to carry out, 
to the extent provided for in appropriation Acts, the activities of the Patent and Trademark 
Office. 

“(d) The Commissioner may refund any fee paid by mistake or any amount paid in Refund Notice. 
excess of that required.” 

SEC. 4. Section 154 of title 35, United States Code, is amended by deleting the word 
“issue”. 

SEC. 5. Section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), is 
amended to read as follows: 


“§ 31. Fees 


“(a) The Commissioner of Patents will establish fees for the filing and processing of 
an application for the registration of a trademark or other mark and and for all other 
services performed by and materials furnished by the Patent and Trademark Office related 
to trademarks and other marks. Fees will be set and adjusted by the Commissioner to 
recover in aggregate 50 per centum of the estimated average cost to the Office of such 
processing. Fees for all other services or materials refated to trademarks and other marks 
will recover the estimated average cost to the Office of performing the service or furnishing 
the material. However, no fee for the filing or processing of an application for the 
registration of a trademark orother mark or for the renewal or assignment of a trademark 
or other mark will be adjusted more than once every three years. No fee established under 
this section will take effect prior to sixty days following notice in the Federal Register. 

“(b) The Commissioner may waive the payment of any fee for any service or material 
related to trademarks or other marks in connection with any occasional request made by 
a department or agency of the Government, or any officer thereof. The Indian Arts and 
Crafts Board will not be charged any fee to register Government trademarks of genuineness 
and quality for Indian products or for products of particular Indian tribes and groups.” 

SEC. 6. (a) Title 35 of the United States Code, entitled “Patents”, is amended by adding 
after chapter 37 the following new chapter 38: 
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“CHAPTER 38-PATENT RIGHTS IN INVENTIONS MADE 
WITH FEDERAL ASSISTANCE 


. Policy and objective. 
. Definitions. 
. Disposition of rights. 
. March-in rights. 
. Preference for United States industry. 
. Confidentiality. 
. Uniform clauses and regulations. 
. Domestic and foreign protection of federally owned inventions. 
. Regulations governing Federal licensing. 
. Restrictions on licensing of federally owned inventions. 
. Precedence of chapter. 
Relationship to antitrust laws. 


“ § 200. Policy and objective. 


“Tt is the policy and objective of the Congress to use the patent system to promote the 
utilization of inventions arising from federally supported research or development; to 
encourage maximum participation of small business firms in federally supported research 
and development efforts; to promote collaboration between commercial concerns and 
nonprofit organizations, including universities; to ensure that inventions made by nonprofit 
organizations and small small business firms are used in a manner to promote free 
competition and enterprise; to promote the commercialization and public availability of 
inventions made in the United States by United States industry and labor; to ensure that 
the Government obtains sufficient rights in federally supported inventions to meet the 
needs of the Government and protect the public against nonuse or unreasonable use of 
inventions; and to minimize the costs of administering policies in this area. 


“ § 201. Definitions 


“As used in this chapter— 

“(a) The term ‘Federal agency’ means any executive agency as defined in section 
105 of title 5, United States Code, and the military departments as defined by section 
102 of title 5, United States Code. 

“(b) The term ‘funding agreement’ means any contract, grant, or cooperative agree- 
ment entered into between any Federal agency, other than the Tennessee Valley 
Authority, and any contractor for the performance of experimental, developmental, 
or research work funded in whole or in part by the Federal Government. Such term 
includes any assignment, substitution of parties, or subcontract of any type entered 
into for the performance of experimental, developmental, or research work under a 
funding agreement as herein defined. 

“(c) The term ‘contractor’ means any person, small business firm, or nonprofit 
organization that is a party to a funding agreement. 

“(d) The term ‘invention’ means any invention or discovery which is or may be 
patentable or otherwise protectable under this title. 

“(e) The term ‘subject invention’ means any invention of the contractor conceived 
or first actually reduced to practice in the performance of work under a funding 
agreement. 

“(f) The term ‘practical application’ means to manufacture in the case of a composi- 
tion or product, to practice in the case of a process or method, or to operate in the 
case of a machine or system; and, in each case, under such conditions as to establish 
that the invention is being utilized and that its benefits are to the extent permitted by 
law or Government regulations available to the public on reasonable terms. 

“(g) The term ‘made’ when used in relation to any invention means the conception 
or first actual reduction to practice of such invention. 

“(h) The term ‘small business firm’ means a small business concern as defined at 
section 2 of Public Law 85-536 (15 U.S.C 632) and implementing regulations of the 
Administrator of the Small Business Administration. 

“(i) The term ‘nonprofit organization’ means universities and other institutions of 
higher education or an organization of the type described in section 501(c)(3) of the 
Internal Revenue Code of 1954 (26 U.S.C. 501(c)) and exempt from taxation under 
section 501(a) of the Internal Revenue Code (26 U.S.C. 501(a)) or any nonprofit 
scientific or educational organization qualified under a State nonprofit organization 
statute. 


“ § 202. Disposition of rights 


“(a) Each nonprofit organization or small business firm may, within a reasonable time 
after disclosure as required by paragraph (c)(1) of this section, elect to retain title to any 
subject invention: Provided, however, That a funding agreement may provide otherwise 
(i) when the funding agreement is for the operation of Government-owned research or 
production facility, (ii) in exceptional circumstances when it is determined by the agency 
that restriction or elimination of the right to retain title to any subject invention will better 
promote the policy and objectives of this chapter or (iii) when it is determined by a 
Government authority which is authorized by statute or Executive order to conduct foreign 
intelligence or counterintelligence activities that the restriction or elimination of the right 


35 USC 200. 


35 USC 201. 


35 USC 202. 
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to retain title to any subject invention is necessary to protect the security of such activities. Written 
The rights of the nonprofit organization or small business firm shall be subject to the determination. 
provisions of paragraph (c) of this section and the other provisions of this chapter. 

“(b)(1) Any determination under (ii) of paragraph (a) of this section shall be in writing Copy to 
and accompanied by a written statement of facts justifying the determination. A copy of Comptroller 
each such determination and justification shall be sent to the Comptroller General of the General. 
United States within thirty days after the award of the applicable funding agreement. In 
the case of determinations applicable to funding agreements with small business firms Copy to SBA. 
copies shall also be sent to the Chief Counsel for Advocacy of the Small Business 
Administration. 

“(2) If the Comptroller General believes that any pattern of determinations by a Federal 
agency is contrary to the policy and objectives of this chapter or that an agency’s policies 
or practices are otherwise not in conformance with this chapter, the Comptroller General 
shall so advise the head of the agency. The head of the agency shall advise the Comptroller 
General in writing within one hundred and twenty days of what action, if any, the agency 
has taken or plans to take with respect to the matters raised by the Comptroller General. 

(3) At least once each year, the Comptroller General shall transmit a report to the 
Committees on the Judiciary of the Senate and House of Representatives on the manner 
in which this chapter is being implemented by the agencies and on such other aspects of 
Government patent policies and practices with respect to federally funded inventions as 
the Comptroller General believes appropriate. 

“(c) Each funding agreement with a small business firm or nonprofit organization shall Contrary agency 
contain appropriate provisions to effectuate the following: determinations. 

“(1) A requirement that the contractor disclose each subject invention to the Federal 
agency within a reasonable time after it is made and that the Federal Government 
may receive title to any subject invention not reported to it within such time. 

“(2) A requirement that the contractor make an election to retain title to anysubject Report to 
invention within a reasonable time after disclosure and that the Federal Government congressional 
may receive title to any subject invention in which the contractor does not elect to committees. 
retain rights or fails to elect rights within such time. 

“(3) A requirement that a contractor electing rights file patent applications within 
reasonable times and that the Federal Government may receive title to any subject funding 
inventions in the United States or other countries in which the contractor has not filed agreement 
patent applications on the subject invention within such times. requirements. 

“(4) With respect to any invention in which the contractor elects rights, the Federal 
agency shall have a nonexclusive, nontransferable, irrevocable, paid-uplicense to prac- 
tice or have practiced for or on behalf of the United States any subject invention 
throughout the world, and may, if provided in the funding agreement, have additional 
rights to sublicense any foreign government or international organization pursuant to 
any existing or future treaty or agreement. 

“(5) The right of the Federal agency to require periodic reporting on the utilization 
or efforts at obtaining utilization that are being made by the contractor or his licensees 
or assignees: Provided, That any such information may be treated by the Federal 
agency as commercial and financial information obtained from a person and privileged 
and confidential and not subject to disclosure under section 552 of title 5 of the United 
States Code. 

“(6) An obligation on the part of the contractor, in the event a United States patent Rights. 
application is filed by or on its behalf or by any assignee of the contractor, to include retention. 
within the specification of such application and any patent issuing thereon, a statement 
specifying that the invention was made with Government support and that the Govern- 
ment has certain rights in the invention. 

“(7) In the case of a nonprofit organization, (A) a prohibition upon the assignment Rights, 
of rights to a subject invention in the United States without the approval of the Federal transfer 
agency, except where such assignment is made to an organization which has as one or assignment. 
of its primary functions the management of inventions and which is not, itself, engaged 
in or does not hold a substantial interest in other organizations engaged in the manufac- 
ture or sale of products or the use of processes that might utilize the invention or be 
in competition with embodiments of the invention (provided that such assignee shall Third-party 
be subject to the same provisions as the contractor); (B) a prohibition against the 
granting of exclusive licenses under United States Patents or Patent Applications in licensing. 
a subject invention by the contractor to persons other than small business firms for prohibition. 
a period in excess of the earlier of five years from first commercial sale or use of the 
invention or eight years from the date of the exclusive license excepting that time 
before regulatory agencies necessary to obtain premarket clearance unless, on a case- 
by-case basis, the Federal agency approves a longer exclusive license. If exclusive 
field of use licenses are granted, commercial sale or use in one field of use shall not 
be deemed commercial sale or use as to other fields of use, and a first commercial 
sale or use with respect to a product of the invention shall not be deemed to end the 
exclusive period to different subsequent products covered by the invention; (C) a 
requirement that the contractor share royalties with the inventor; and (D) a requirement 
that the balance of any royalties or income earned by the contractor with respect to 
subject inventions, after payment of expenses (including payments to inventors) inci- 
dental to the administration of subject inventions, be utilized for the support of scientific 
research or education. 

“(8) The requirements of sections 203 and 204 of this chapter. 

“(d) If a contractor does not elect to retain title to a subject invention in cases subject 
to this section, the Federal agency may consider and after consultation with the contractor 
grant requests for retention of rights by the inventor subject to the provisions of this Act 
and regulations promulgated hereunder. 
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“(e) In any case when a Federal employee is a coinventor of any invention made under 
a funding agreement with a nonprofit organization or small business firm, the Federal 
agency employing such coinventor is authorized to transfer or assign whatever rights it 
may acquire in the subject invention from its employee to the contractor subject to the 
conditions set forth in this chapter. 

“(f) (1) No funding agreement with a small business firm or nonprofit organization 
shall contain a provision allowing a Federal agency to require the licensing to third parties 
of inventions owned by the contractor that are not subject inventions unless such provision 
has been approved by the head of the agency and a written justification has been signed 
by the head of the agency. Any such provision shall clearly state whether the licensing 
may be required in connection with the practice of a subject invention, a specifically 
identified work object, or both. The head of the agency may not delegate the authority 
to approve provisions or sign justifications required by this paragraph. 

“(2) A Federal agency shall not require the licensing of third parties under any such 
provision unless the head of the agency determines that the use of the invention by others 
is necessary for the practice of a subject invention or for the use of a work object of the 
funding agreement and that such action is necessary to achieve the practical application 
of the subject invention or work object. Any such determination shall be on the record 
after an opportunity for an agency hearing. Any action commenced for judicial review 
of such determination shall be brought within sixty days after notification of such determi- 
nation. 


“ § 203. March-in rights 


“With respect to any subject invention in which a small business firm or nonprofit 
organization has acquired title under this chapter, the Federal agency under whose funding 
agreement the subject invention was made shall have the right, in accordance with such 
procedures as are provided in regulations promulgated hereunder to require the contractor, 
an assignee or exclusive licensee of a subject invention to grant a nonexclusive, partially 
exclusive, or exclusive license in any field of use to a responsible applicant or applicants, 
upon terms that are reasonable under the circumstances, and if the contractor, assignee, 
or exclusive licensee refuses such request, to grant such a license itself, if the Federal 
agency determines that such— 

“(a) action is necessary because the contractor or assignee has not taken, or is not 
expected to take within a reasonable time, effective steps to achieve practical application 
of the subject invention in such field of use; 

“(b) action is necessary to alleviate health or safety needs which are not reasonably 
satisfied by the contractor, assignee, or their licensees; 

“(c) action is necessary to meet requirements for public use specified by Federal 
regulations and such requirements are not reasonably satisfied by the contractor, 
assignee, or licensees; or 

“(d) action is necessary because the agreement required by section 204 has not 
been obtained or waived or because a licensee of the exclusive right to use or sell 
any subject invention in the United States is in breach of its agreement obtained 
pursuant to section 204. 


“ § 204. Preference for United States industry 


“Notwithstanding any other provision of this chapter, no small business firm or nonprofit 
organization which receives title to any subject invention and no assignee of any such 
small business firm or nonprofit organization shall grant to any person the exclusive right 
to use or sell any subject invention in the United States unless such person agrees that 
any products embodying the subject invention or produced through the use of the subject 
invention will be manufactured substantially in the United States. However, in individual 
cases, the requirement for such an agreement may be waived by the Federal agency under 
whose funding agreement the invention was made upon a showing by the small business 
firm, nonprofit organization, or assignee that reasonable but unsuccessful efforts have 
been made to grant licenses on similar terms to potential licensees that would be likely 
to manufacture substantially in the United States or that under the circumstances domestic 
manufacture is not commercially feasible. 


“ § 205. Confidentiality 


“Federal agencies are authorized to withhold from disclosure to the public information 
disclosing any invention in which the Federal Government owns or may own a right, 
title, or interest (including a nonexclusive license) for a reasonable time in order for a 
patent application to be filed. Furthermore, Federal agencies shall not be required to 
release copies of any document which is part of an application for patent filed with the 
United States Patent and Trademark Office or with any foreign patent office. 


“ § 206. Uniform clauses and regulations 


“The Office of Federal Procurement Policy, after receiving recommendations of the 
Office of Science and Technology Policy, may issue regulations which may be made 
applicable to Federal agencies implementing the provisions of sections 202 through 204 
of this chapter and the Office of Federal Procurement Policy shall establish standard 
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funding agreement provisions required under this chapter. 
“ § 207. Domestic and foreign protection of federally owned inventions 35 USC 207. 


“Each Federal agency is authorized to— 
“(1) apply for, obtain, and maintain patents or other forms of protection in the United 
States and in foreign countries on inventions in which the Federal Government owns a 
right, title, or interest; 
“(2) grant nonexclusive, exclusive, or partially exclusive licenses under federally owned 
patent applications, patents, or other forms of protection obtained, royalty-free or for 
royalties or other consideration, and on such terms and conditions, including the grant to 
the licensee of the right of enforcement pursuant to the provisions of chapter 29 of this 35 USC 281 
title as determined appropriate in the public interest; et seq. 
(3) undertake all other suitable and necessary steps to protect and administer rights 
to federally owned inventions on behalf of the Federal Government either directly or 
through contract; and 
(4) transfer custody and administration, in whole or in part, to another Federal agency, 
of the right, title, or interest in any federally owned invention. 


“ § 208. Regulations governing Federal licensing 35 USC 208. 


“The Administrator of General Services is authorized to promulgate regulations speci- 
fying the terms and conditions upon which any federally owned invention, other than 
inventions owned by the Tennessee Valley Authority, may be licensed on a nonexclusive, 
partially exclusive, or exclusive basis. 


“ § 209. Restrictions on licensing of federally owned inventions 35 USC 209 


“(a) No Federal agency shall grant any license under a patent or patent application on 
a federally owned invention unless the person requesting the license has supplied the Development or 
agency with a plan for development and/or marketing of the invention, except that any marketing plan 
such plan may be treated by the Federal agency as commercial and financial information 
obtained from a person and privileged and confidential and not subject to disclosure under 
section 552 of title 5 of the United States Code. 

“(b) A Federal agency shall normally grant the right to use or sell any federally owned Manufacture in 
invention in the United States only to a licensee that agrees that any products embodying the US. 
invention or produced through the use of the invention will be manufactured substantially in 
the United States. 

“(c)(1) Each Federal agency may grant exclusive or partially exclusive licenses in any 
invention covered by a federally owned domestic patent or patent application only if, 
after public notice and opportunity for filing written objections, it is determined that— 

“(A) the interests of the Federal Government and the public will best be served by the 
proposed license, in view of the applicant’s intentions, plans, and ability to bring the 
invention to practical application or otherwise promote the invention’s utilization by the 
public; 

“(B) the desired practical application has not been achieved, or is not likely expeditiously 
to be achieved, under any nonexclusive license which has been granted, or which may 
be granted, on the invention, 

“(C) exclusive or partially exclusive licensing is a reasonable and necessary incentive 
to call forth the investment of risk capital and expenditures to bring the invention to 
practical application or otherwise promote the invention’s utilization by the public; and 

“(D) the proposed terms and scope of exclusivity are not greater than reasonably 
necessary to provide the incentive for bringing the invention to practical application or 
otherwise promote the invention’s utilization by the public. 

(2) A Federal agency shall not grant such exclusive or partially exclusive license under Antitrust 
paragraph (1) of this subsection if it determines that the grant of such license will tend factors. 
substantially to lessen competition or result in undue concentration in any section of the 
country in any line of commerce to which the technology to be licensed relates, or to 
create or maintain other situations inconsistent with the antitrust laws. 

“(3) First preference in the exclusive or partially exclusive licensing of federally owned 
inventions shall go to small business firms submitting plans that are determined by the Small business 
agency to be within the capabilities of the firms and equally likely, if executed, to bring preference. 
the invention to practical application as any plans submitted by applicants that are not 
small business firms. 

“(d) After consideration of whether the interests of the Federal Government or United Antitrust 
States industry in foreign commerce will be enhanced, any Federal agency may grant factors. 
exclusive or partially exclusive licenses in any invention covered by a foreign patent 
application or patent, after public notice and opportunity for filing written objections, 
except that a Federal agency shall not grant such exclusive or partially exclusive license 
if it determines that the grant of such license will tend substantially to lessen competition 
or result in undue concentration in any section of the United States in any line of commerce 
to which the technology to be licensed relates, or to create or maintain other situations 
inconsistent with antitrust laws. 

“(e) The Federal agency shall maintain a record of determinations to grant exclusive 
or partially exclusive licenses. 

“(f) Any grant of a license shall contain such terms and conditions as the Federal 
agency determines appropriate for the protection of the interests of the Federal Government Terms and 
and the public, including provisions for the following: conditions. 

“(1) periodic reporting on the utilization or efforts at obtaining utilization that are 
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being made by the licensee with particular reference to the plan submitted: Provided, 
That any such information may be treated by the Federal agency as commercial and 
financial information obtained from a person and privileged and confidential and not 
subject to disclosure under section 552 of title 5 of the United States Code; 

“(2) the right of the Federal agency to terminate such license in whole or in part 
if it determines that the licensee is not executing the plan submitted with its request 
for a license and the licensee cannot otherwise demonstrate to the satisfaction of the 
Federal agency that it has taken or can be expected to take within a reasonable time, 
effective steps to achieve practical application of the invention; 

“(3) the right of the Federal agency to terminate such license in whole or in part 
if the licensee is in breach of an agreement obtained pursuant to paragraph (b) of this 
section; and 

“(4) the right of the Federal agency to terminate the license in whole or in part if 
the agency determines that such action is necessary to meet requirements for public 
use specified by Federal regulations issued after the date of the license and such 
requirements are not reasonably satisfied by the licensee. 


“ § 210. Precedence of chapter 


“(a) This chapter shall take precedence over any other Act which would require a 
disposition of rights in subject inventions of small business firms or nonprofit organizations 
contractors in a manner that is inconsistent with this chapter, including but not necessarily 
limited to the following: 

“(1) section 10(a) of the Act of June 29, 1935, as added by title I of the Act of Aug. 
14, 1946 (7 U.S.C. 427i(a); 60 Stat. 1085); 

“(2) section 205(a) of the Act of Aug. 14, 1946 (7 U.S.C. 1624(a); 60 Stat. 1090); 

“(3) section 501(c) of the Federal Mine Safety and Health Act of 1977 (30 U.S.C. 
951(c); 83 Stat. 742); 

“(4) section 106(c) of the National Traffic and Motor Vehicle Safety Act of 1966 (15 
U.S.C. 1395(c); 80 Stat. 721); 

“(5) section 12 of the National Science Foundation Act of 1950 (42 U.S.C. 1871(a); 
82 Stat. 360); 

“(6) section 152 of the Atomic Energy Act of 1954 (42 U.S.C. 2182; 68 Stat. 943); 

“(7) section 305 of the National Aeronautics and Space Act of 1958 (42 U.S.C. 2457); 

“(8) section 6 of the Coal Research Development Act of 1960 (30 U.S.C. 666; 74 Stat. 
337); 

“(9) section 4 of the Helium Act Amendments of 1960 (50 U.S.C. 167b; 74 Stat. 920); 

(10) section 32 of the Arms Control and Disarmament Act of 1961 (22 U.S.C. 2572; 
75 Stat. 634); 

“(11) subsection (e) of section 302 of the Appalachian Regional Development Act of 
1965 (40 U.S.C. App. 302(e); 79 Stat. 5); 

“(12) section 9 of the Federal Nonnuclear Energy Research and Development Act of 
1974 (42 U.S.C. 5901); 88 Stat. 1878); 

“(13) section 5(d) of the Consumer Product Safety Act (15 U.S.C. 2054(d); 86 Stat. 
1211); 

“(14) section 3 of the Act of April 5, 1944 (30 U.S.C. 323; 58 Stat. 191); 

“(15) section 8001(c)(3) of the Solid Waste Disposal Act (42 U.S.C. 6981(c); 90 Stat. 
2829); 

“(16) section 219 of the Foreign Assistance Act of 1961 (22 U.S.C. 2179; 83 Stat. 
806); 

“(17) section 427(b) of the Federal Mine Health and Safety Act of 1977 (30 U.S.C. 
937(b); 86 Stat. 155); 

“(18) section 306(d) of the Surface Mining and Reclamation Act of 1977 (30 U.S.C. 
1226(d); 91 Stat. 455); 

“(19) section 21(d) of the Federal Fire Prevention and Control Act of 1974 (15 U.S.C. 
2218(d); 88 Stat. 1548); 

“(20) section 6(b) of the Solar Photovoltaic Energy Research Development and Demon- 
stration Act of 1978 (42 U.S.C. 5585(b); 92 Stat. 2516); 

“(21) section 12 of the Native Latex Commercialization and Economic Development 
Act of 1978 (7 U.S.C. 178(j); 92 Stat. 2533); and 

“(22) section 408 of the Water Resources and Development Act of 1978 (42 U.S.C. 
7879; 92 Stat. 1360). 

The Act creating this chapter shall be construed to take precedence over any future 
Act unless that Act specifically cites this Act and provides that it shall take precedence 
over this Act. 

“(b) Nothing in this chapter is intended to alter the effect of the laws cited in paragraph 
(a) of this section or any other laws with respect to the disposition of rights in inventions 
made in the performance of funding agreements with persons other than nonprofit organiza- 
tions or small business firms. 

“(c) Nothing in this chapter is intended to limit the authority of agencies to agree to 
the disposition of rights in inventions made in the performance of work under funding 
agreements with persons other than nonprofit organizations or small business firms in 
accordance with the Statement of Government Patent Policy issued on Aug. 23, 1971 (36 
Fed. Reg. 16887), agency regulations, or other applicable regulations or to otherwise limit 
the authority of agencies to allow such persons to retain ownership of inventions. Any 
disposition of rights in inventions made in accordance with the Statement or implementing 
regulations, including any disposition occurring before enactment of this section, are 
hereby authorized. 

“(d) Nothing in this chapter shall be construed to require the disclosure of intelligence 
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sources or methods or to otherwise affect the authority granted to the Director of Central 
Intelligence by statute or Executive order for the protection of intelligence sources or 
methods. Disclosure. 


“ § 211. Relationship to antitrust laws 35 USC 211. 


“Nothing in this chapter shall be deemed to convey to any person immunity from civil 
or criminal liability, or to create any defenses to actions, under any antitrust law.” 
(b) The table of chapters for title 35, United States Code, is amended by adding 
immediately after the item relating to chapter 37 the following: 
“38. Patent rights in inventions made with Federal assistance.” Effective dates. 
‘ bn 7. AMENDMENTS TO OTHER ACTS.—The following Acts are amended as 
ollows: 
(a) Section 156 of the Atomic Energy Act of 1954 (42 U.S.C. 2186; 68 Stat. 947) is 
amended by deleting the words “held by the Commission or”. 35 USC 41 note. 
(b) The National Aeronautics and Space Act of 1958 is amended by repealing paragraph 
(g) of section 305 (42 U.S.C. 2457(g); 72 Stat. 436). 
(c) The Federal Nonnuclear Energy Research and Development Act of 1974 is amended 
by repealing paragraphs (g), (h), and (i) of section 9 (42 U.S.C. 5908 (g), (h), and (i); 
88 Stat. 1889-1891). 
SEC. 8. (a) Sections 2, 4, and 5 of this Act will take effect upon enactment. 
(b) Section | of this Act will take effect on the first day of the seventh month beginning 
after its enactment and will apply to patents in force as of that date or issued thereafter. 
(c) Section 3 of this Act will take effect on the first day of the first fiscal year beginning 
on or after one calendar year after enactment. However, until section 3 takes effect, the Computerized 
Commissioner may credit the Patent and Trademark Office appropriation account in the data and 
Treasury of the United States with the revenues from collected reexamination fees, which retrieval 
will be available to pay the costs to the Office of reexamination proceedings. system, report to 
(d) Any fee in effect as of the date of enactment of this Act will remain in effect until 
a corresponding fee established under section 41 of title 35, United States Code, or section 
1113 of title 15, United States Code, takes effect. 
(e) Fees for maintaining a patent in force will not be applicable to patents applied for Congress 
prior to the date of enactment of this Act. 35 USC 14 note. 
(f) Sections 6 and 7 of this Act will take effect on the first day of the seventh month 
beginning after its enactment. Implementing regulations may be issued earlier. 
(g) Sections 8 and 9 will take effect on the date of enactment of this Act. 
SEC. 9. The Commissioner of Patents and Trademarks shall report to Congress, within 
two years after the effective date of this Act, a plan to identify, and if necessary develop “Computer 
or have developed, computerized data and retrieval systems equivalent to the latest state program.” 
of the art which can be applied to all aspects of the operation of the Patent and Trademark 
Office, and particularly to the patent search file, the patent classification system, and the 
trademark search file. The report shall specify the cost of implementing the plan, how 17 USC 117. 
rapidly the plan can be implemented by the Patent and Trademark Office, without regard 
to funding which is or which may be available for this purpose in the future. 17 USC 106 
SEC. 10. (a) Section 101 of title 17 of the United States Code is amended to add at 
the end thereof the following new language: 
“A ‘computer program’ is a set of statements or instructions to be used directly or 
indirectly in a computer in order to bring about a certain result.” 
(b) Section 117 of title 17 of the United States Code is amended to read as follows: 


“117. Limitations on exclusive rights: Computer programs 


“Notwithstanding the provisions of section 106, it is not an infringement for the owner 
of a copy of a computer program to make or authorize the making of another copy or 
adaptation of that computer program provided: 

““(1) that such a new copy or adaptation is created as an essential step in the utilization 
of the computer program in conjunction with a machine and that it is used in no other 
manner, or 

(2) that such new copy or adaptation is for archival purposes only and that all 
archival copies are destroyed in the event that continued possession of the computer 
program should cease to be rightful. 

“Any exact copies prepared in accordance with the provisions of this section may be 
leased, sold, or otherwise transferred, along with the copy from which such copies were 
prepared, only as part of the lease, sale, or other transfer of all rights in the program. 
Adaptations so prepared may be transferred only with the authorization of the copyright 
owner.” 


Approved Dec. 12, 1980. 
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Public Law 97-247 


97th Congress 
An Act 


To authorize appropriations to the Patent and Trademark 
Office in the Department of Commerce, and for other purposes. 

Be it enacted by the Senate and House of Representatives of the United States of 
America in Congress assembled. That there is authorized to be appropriated for the payment 
of salaries and necessary expenses of the Patent and Trademark Office to become available 
for fiscal year 1983, $76,000,000, and in fiscal years 1984 and 1985 such sums as may 
be necessary as well as such additional or supplemental amounts as may be necessary, 
for increases in salary, pay, retirement, or other employee benefits authorized by law. 
Funds available under this section shall be used to reduce by 50 per centum the payment 
of fees under section 41 (a) and (b) of title 35, United States Code, by independent inventors 
and nonprofit organizations as defined in regulations established by the Commissioner of 
Patents and Trademarks, and by small business concerns as defined in section 3 of the 
Small Business Act and by regulations established by the Small Business Administration. 
When so specified and the the extent provided in an appropriation Act, any amount 
appropriated pursuant to this section and, in addition, such fees as shall be collected 
pursuant to title 35, United States Code, and the Trademark Act of 1946, as amended 
(15 U.S.C. 1051 et seq.), may remain available without fiscal year limitation. 

SEC. 2. Notwithstanding any other provision of law, there is authorized to be appro- 
priated for the payment of salaries and expenses of the Patent and Trademark Office, 
$121,461,000 for the fiscal year ending September 30, 1982, and such additional or 
supplemental amounts as may be necessary for increases in salary, pay, retirement, or 
other employee benefits authorized by law. 

SEC. 3. (a) Section 41 (a) of title 35, United States Code, is amended to read as follows: 

“(a) The Commissioner shall charge the following fees: 

”1. On filing each application for an original patent, except in design or plant cases, 
$300; in addition, on filing or on presentation at any other time, $30 for each claim in 
independent form which is in excess of three, $10 for each claim (whether independent 
or dependent) which is in excess of twenty, and $100 for each application containing a 
multiple dependent claim. For the purpose of computing fees, a multiple dependent claim 
as referred to in section 112 of this title or any claim depending therefrom shall be 
considered as separate dependent claims in accordance with the number of claims to 
which reference is made. Errors in payment of the additional fees may be rectified in 
accordance with regulations of the Commissioner. 

“2. For issuing each original or reissue patent, except in design or plant cases, $500. 

“3. In design and plant cases: 

“a. On filing each design application, $125. 

“b. On filing each plant application, $200. 

“c. On issuing each design patent, $175. 

“d. On issuing each plant patent, $250. 

“4. On filing each application for the reissue of a patent, $300; in addition, on filing 
or on presentation at any other time, $30. for each claim in independent form which is 
in excess of the number of independent claims of the original patent, and $10 for each 
claim (whether independent or dependent) which is in excess of twenty and also in excess 
of the number of claims of the original patent. Errors in payment of the additional fees 
may be rectified in accordance with regulations of the Commissioner. 

“5. On filing each disclaimer, $50. 

“6. On filing an appeal from the examiner to the Board of Appeals, $115; in addition, 
on filing a brief in support of the appeal, $115, and on requesting an oral hearing before 
the Board of Appeals, $100. 

“7. On filing each petition for the revival of an unintentionally abondoned application 
for a patent or for the unintentionally delayed payment of the fee for issuing each patent, 
$500, unless the petition is filed under sections 133 or 151 of this title, in which case 
the fee shall be $50. 

“8. For petitions for one-month extensions of time to take actions required by the 
Commissioner in an application: 

“a. On filing a first petition, $50. 

“b. On filing a second petition, $100. 

“c. On filing a third or subsequent petition, $200.”. 

(b) Section 41(b) of title 35, United States Code, is amended to read as follows: 

“(b) The Commissioner shall charge the following fees for maintaining a patent in 
force: 

“1. Three years and six months after grant, $400. 

“2. Seven years and six months after grant, $800. 

“3. Eleven years and six months after grant, $1,200. 

Unless payment of the applicable maintenance fee is received in the Patent and Trade- 
mark Office on or before the date the fee is due or within a grace period of six months 
thereafter, the patent will expire as of the end of such grace period. The Commissioner 
may require the payment of a surcharge as a condition of accepting within such six-month 
grace period the late payment of an application maintenance fee. No fee will be established 
for maintaining a design or plant patent in force.” 

(c) Section 41(c) of title 35, United States Code, is amended to read as follows: 

“(c)(1) The Commissioner may accept the payment of any maintenance fee required 
by subsection (b) of this section after the six-month grace period if the delay is shown 
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to the satisfaction of the Commissioner to have been unavoidable. The Commissioner 
may require the payment of a surcharge as a condition of accepting payment of any 
maintenance fee after the six-month grace period. If the Commissioner accepts payment 
of a maintenance fee after the six-month grace period, the patent shall be considered as 
not having expired at the end of the grace period. 

(2) No patent, the term of which has been maintained as a result of the acceptance 
of a payment of a maintenance fee under this subsection, shall abridge or affect the right 
of any person or his successors in business who made, purchased or used after the six- 
month grace period but prior to the acceptance of a maintenance fee under this subsection 
anything protected by the patent, to continue the use of, or to cell to others to be used 
or sold, the specific thing so made, purchased, or used. The court before which such 
matter is in question may provide for the continued manufacture, use or sale of the made, 
purchased, or used as specified, or for the manufacture, use or sale of which substantial 
preparation was made after the six-month grace period but before the acceptance of a 
maintenance fee under this subsection, and it may also provide for the continued practice 
of any process, practiced, or for the practice of which substantial preparation was made, 
after the six-month grace period but prior to the acceptance of a maintenance fee under 
this subsection, to the extent and under such terms as the court deems equitable for the 
protection of investments made or business commenced after the six-month grace period 
but before the acceptance of a maintenance fee under the subsection.“ 

(d) Section 41(d) of title 35, United States Code, is amended to read as follows: 

“(d) The Commissioner will establish fees for all other processing, services, or materials 
related to patents not specified above to recover the estimated average cost to the Office 
of such processing, services, or materials. The yearly fee for providing a library specified 
in section 113 of this title with uncertified printed copies of the specifications and drawings 
for all patents issued in that year will be $50.“ 

(e) Section 41(f) of title 35, United States Code, is amended to read as follows: 

“(f) The fees established in subsections (a) and (b) of this section may be adjusted by Adjusted fees. 
the Commissioner on October |, 1985, and every third year thereafter, to reflect any 
fluctuations occuring during the previous three years in the Consumer Price Index, as 
determined by the Secretary of Labor. Changes of less than | per centum may be ignored,”. 

(f) Subsection (a) of section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 
1113), is amended by deleting “Fees will be set and adjusted by the Commissioner to 
recover the aggregate 50 per centum of the estimated average cost to the Office of such 
processing. Fees for all other services or materials related to trademarks and other marks 
will recover the estimated average cost to the Office of performing the service or funished 
the material.” 

(g) Section 42(c) of the title 35, United States Code, is amended by adding the following 
sentence at the end thereof: “Fees available to the Commissioner under section 31 of the 
Trademark Act of 1946, as amended (15 U.S.C. 1113), shall be used exclusively for the 
processing of trademark registrations and for other services and materials related to 
trademarks.” 

SEC. 4. Section 3(a) of title 35, United States Code is amended (1) by deleting the 
phrase “not more than fifteen”; and (2) by inserting the phrase “appointed under section 
7 of this title” immediately after the phrase “examiners-in- chief”. 

SEC. 5. Section 111 of title 35, United States Code, is amended to read as follows: Applications. 

“SEC. 111. Application for patent shall be made, or authorized to be made, by the 
inventor, except as otherwise provided in this title, in writing to the Commissioner. Such 
application shall include (1) a specification as prescribed by section 112 of this title; (2) 
a drawing as prescribed by section 113 of this title; and (3) an oath by the applicant as 35 USC 112. 
prescribed by section 115 of this title. The application must be accompanied by the fee 35 USC 113. 
required by law. The fee and oath may be submitted after the specification and any 35 USC 115. 
required drawing are submitted, within such period and under such conditions, including 
the payment of a surcharge, as may be prescribed by the Commissioner. Upon failure to 
submit the fee and oath within such prescribed period, the application shall be regarded 
as abandoned, unless it is shown to the satisfaction of the Commissioner that the delay 
in submitting the fee and oath was unavoidable. The filing date of an application shall Filing date. 
be the date on which the specification and any required drawing are received in the Patent 
and Trademark Office.” 

SEC.6. (a) Section 116 of title 35, United States Code, is amended (1) by deleting the 
phrase “Joint inventors” from the title and inserting in its place “Inventors”; and (2) in 
the third paragraph, by deleting the phrase “a person is joined in an application for patent 
as joint inventor through error, or a joint inventor is not included in an application through 
error” and inserting in its place the phrase “through error a person is named in an application 
for patent as the inventor, or through error an inventor is not named in an application”. 

(b) Section 256 of title 35, United States Code, is amended to read as follows: 


“§ 256. Correction of named inventor 


“Whenever through error a person is named in an issued patent as the inventor, or 
through error an inventor is not named in an issued patent and such error arose without 
any deceptive intention on his part, the Commissioner may, on application of all the 
parties and assignees, with proof of the facts and such other requirements as may be 
imposed, issue a certificate correcting such error. 

“The error of omitting inventors or naming persons who are not inventors shall not 
invalidate the patent in which such error occurred if it can be corrected as provided in 
this section. The court before which such matter is called in question may order correction 
of the patent on notice and hearing of all parties concerned and the Commissioner shall 
issue a certificate accordingly.” 
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SEC. 7. Section 6 of the title 35, United States Code, is amended by deleting paragraph 
(d) thereof. 

SEC. 8. (a) Section 8(a) of the Trademark Act of 1946, as amended (15 U.S.C. 1058(a)), 
is amended (a) by deleting the word “still”; and (2) by inserting the phrase “in commerce” 
immediately after the word “use”. 

(b) Section 8(b) of the Trademark Act of 1946, as amended (15 U.S.C. 1058(b)), is 
amended (1) by deleting the word “stille”; and (2) by inserting the phrase “in commerce” 
immediately after the word “use”. 

SEC. 9. (a) Section 13 of the Trademark Act of 1946, as amended (15 U.S.C. 1063), 
is amended (1) by deleting the phrase “a verified” and inserting in its place the word 
“an”; (2) by adding the phrase “when requested prior to the expiration of an extension” 
immediately after the word “cause”; and (3) by deleting the fourth sentence. 

(b) Section 14 of the Trademark Act of 1946, as amended (15 U.S.C. 1064), is amended 
by deleting the word “verified”. 

SEC. 10. Section 15 of the Trademark Act of 1946, as amended (15 U.S.C. 1065), is 
amended by deleting the phrase “the publication” and inserting in its place the word 
“registration”. 

SEC. 11. The first sentence of section 16 of the Trademark Act of 1946, as amended 
(15 U.S.C. 1066), is amended to read as follows: “Upon petition showing extraordinary 
circumstances, the Commissioner may declare that an interference exists when application 
is made for the registration of a mark which so resembles a mark previously registered 
by another, or for the registration of which another has previously made application, as 
to be likely when applied to the goods or when used in connection with the services of 
the applicant to cause confusion or mistake or to deceive.” 

SEC. 12. Section 21 of title 35, United States Code, is amended— 

(1) by deleting the phrase “Day for taking action falling on Saturday, Sunday, or 
holiday” from the title and inserting in its place the phrase “Filing date and day for taking 
action”; 

(2) by inserting the following as subsection (a): 

“(a) The Commissioner may be rule prescribe that any paper or fee required to be filed 
in the Patent and Trademark Office will be considered filed in the Office on the date on 
which it was deposited with the United States Postal Service or would have been deposited 
with the United States Postal Service but for postal service interruptions or emergencies 
designated by the Commissioner.”; 

(3) by designating the existing paragraph as subsection (b); and 

(4) by inserting the word “federal” in subsection (b), as designated above, immediately 
after the word “a”. 

SEC. 13. Section 6(a) of title 35, United States Code, is amended (1) by deleting the 
word “and”, third occurrence, and inserting in its place a comma; (2) by inserting the 
phrase, “or exchanges of items or services” immediately after the word “programs”; and 
(3) by inserting the phrase “or the administration of the Patent and Trademark Office” 
immediately after the word “law”, second occurrence. 

SEC. 14. (a) Section 115 of title 35, United States Code, is amended by (1) deleting 
the phrase “shall be” and inserting in its place the word “is”; and (2) inserting the following 
immediately after the phrase “United States”, third occurrence: “, or apostille of an official 
designated by a foreign country which, by treaty or convention, accords like effect to 
apostilles of designated officials in the United States”. 

(b) Section 261 of title 35, United States Code, is amended, in the third paragraph, by 
inserting the following immediately after the phrase “United States”, third occurrence: “, 
or apostille of an official designated by a foreign country which, by treaty or convention, 
accords like effect to apostilles of designated officials in the United States”. 

(c) Section 11 of the Trademark Act of 1946, as amended (15 U.S.C. 1061), is amended 
by (1) deleting the phrase “shall be”, first occurrence, and inserting in its place the word 
“is”; and (2) inserting the following immediately after the phrase “United States”, third 
occurrence: “, or apostille of an official designated by a foreign country which, by treaty 
or convention, accords like effect to apostilles of designated officials in the United States”. 

SEC. 15. Section 13 of title 35, United States Code, is amended by deleting “(a)” and 
inserting in its place “(d)”. 

SEC. 16. Section 173 of title 35, United States Code, is amended to read as follows: 
“Patents for designs shall be granted for the term of fourteen years.” 

SEC. 17. (a) Sections 1, 2, 4, 7, and 13 through 15 of this Act shall take effect on the 
date of enactment of this Act. Sections 3 and 16 of this Act shall take effect on Oct. 1, 
1982. The maintenance fees provided for in section 3(b) of this Act shall not apply to 
patents applied for prior to the date of enactment of this Act. Each patent applied for on 
or after the date of enactment of this Act shall be subject to the maintenance fees established 
pursuant to section 3(b) of this Act or to maintenance fees hereafter established by law, 
as to the amounts paid and the number and timing of the payments. 

(b)(1) Title 35, United States Code, is amended by inserting after section 293 the 
following new section of chapter 29: 


“§ 294. Voluntary arbitration 


“(a) A contract involving a patent or any right under a patent may contain a provision 
requiring arbitration of any dispute relating to patent validity or infringement arising under 
the contract. In the absence of such a provision, the parties to an existing patent validity 
or infringement dispute may agree in writing to settle such dispute by arbitration. Any 
such provision or agreement shall be valid, irrevocable, and enforceable, except for any 

is that exist at law or in equity for revocation of a contract. 

“(b) Arbitration of such disputes, awards by arbitrators and confirmation of awards 
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shall be governed by title 9, United States Code, to the extent such title is not inconsistent 
with this section. In any such arbitration proceeding, the defenses provided for under 
section 282 of this title shall be considered by the arbitrator if raised by any party to the 
proceeding. 

“(c) An award by an arbitrator shall be final and binding between the parties to the Modification. 
arbitration but shall have no force or effect on any other person. The parties to an arbitration 
may agree that in the event a patent which is the subject matter of an award is subsequently 
determined to be invalid or unenforceable in a judgment rendered by a court to competent 
jurisdiction from which no appeal can or has been taken, such award may be modified 
by any court of competent jurisdiction upon application by any party to the arbitration. 

Any such modification shall govern the rights and obligations between such parties from 
the date of such modification. 

“(d) When an award is made by an arbitrator, the patentee, his assignee or licensee Notices 

shall give notice thereof in writing to the Commissioner. There shall be a separate notice Modification. 
prepared for each patent involved in such proceeding. Such notice shall set forth the 
names and addresses of the parties, the name of the inventor, and the name of the patent 
owner, shall designate the number of the patent, and shall contain a copy of the award. 
If an award is modified by a court, the party requesting such modification shall give 
notice of such modification to the Commissioner. The Commissioner shall, upon receipt 
of either notice, enter the same in the record of the prosecution of such patent. If the 
required notice is not filed with the Commissioner, any party to the proceeding may 
provide such notice to the Commissioner. 

“(e) The award shall be unenforceable until the notice required by subsection (d) is 
received by the Commissioner.” 

(2) The analysis for chapter 29 of title 35 of the United States Code is amended by 
adding at the end the following: 


“294. Voluntary arbitration.” 


(c) Sections 5, 6, 8 through 12, and 17(b) of this Act shall take effect six months after 
enactment. 


Approved Aug. 27, 1982. 
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(51) 97TH CONGRESS HOUSE OF REPRESENTATIVES REPORT 


2d Session No. 97-542 
PATENT AND TRADEMARK OFFICE AUTHORIZATION 


May 17, 1982.-Committed to the Committee of the Whole House on the 
State of the Union and ordered to be printed 


Mr. KASTENMEIER, from the Committee on the Judiciary, submitted the following 
REPORT 
[To accompany H.R. 6260] 
[Including cost estimate of the Congressional Budget Office] 
The Committee on the Judiciary, to whom was referred the bill (H.R. 6260) to authorize appropria- 
tions to the Patent and Trademark Office in the Department of Commerce, and for other purposes, 
having considered the same, report favorably thereon with an amendment and recommend that 
the bill as amended do pass. 
The amendment strikes out all after the enacting clause of the bill and inserts a new text which 
appears in italic type in the reported bill. 
PURPOSE OF THE BILL 
The purpose of H.R. 6260 is to authorize appropriations for the Patent and Trademark Office 
for fiscal years 1983 through 1985. 
STATEMENT 


The Subcommittee on Courts, Civil Liberties and the Administration of Justice previously held 
two days of hearings on the legislation, receiving testimony from a representative group of 
witnesses including the Commissioner of Patents and Trademarks, the American Bar Association 
Section of Patent, Trademark and Copyright Law, the American Patent Law Association, the 
Patent, Trademark and Copyright Section of the State Bar of Virginia, the United States Trademark 
Association and the General Patent Counsel of the General Electric Corporation. 

H.R. 6260 reflects the recommendation of the Administration with three modifications as 
follows. First, the Administration proposal authorized the Commissioner of Patents and Trade- 
marks to establish fees administratively. The subcommittee approved an amendment to set forth 
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specific fees in the statute and limited the Commissioner’s authority to raise fees. Second, the 
Administration recommended that user fees recover 100% of the costs of actual processing of 
patents and trademarks. The subcommittee amended the bill to reduce by 50% patent filing and 
maintenance fees for individual inventors, small businesses and not for profit institutions. The 
effect of the amendment is to increase by $8 million the authorized appropriation which would 
have been provided under the original Administration request. Third, the subcommittee adopted 
a recommendation of the Commissioner of Patents and Trademarks, the American Bar Association 
and a coalition of corporate patent counsel permitting arbitration of patent disputes. 

H.R. 6260 was considered by the Full Committee on the Judiciary on May 11, 1982 and was 
approved as reported by the subcommittee with an amendment offered by Mr. Frank described 
below. 


SYNOPSIS OF H.R. 6260 
SECTIONS 1-3 


Authorizes the Patent and Trademark Office for fiscal year 1983 at an appropriations level of 
$76,000,000 and for fiscal years 1984 and 1985 such sums as may be necessary. This would be 
augmented by additional fee income under the bill of approximately $79 million for a total budget 
of $155 million. In fiscal year 1982 the Patent and Trademark Office was authorized at a level 
of $118,961,000 of which $29,600,000 was provided through fee income. Fiscal year 1983 will 
be the first year in which fee income under P.L. 96-517 will be credited to the Patent and 
Trademark Office without being counted as part of its authorized appropriation. Had this new 
accounting procedure been applied to fiscal year 1982 the authorization and appropriation for 
the Patent and Trademark Office would have been $89 million. This constitutes the actual level 
of taxpayer support of the Office. Thus, H.R. 6260 authorizes the expenditure of tax revenue in 
fiscal 1983 to support the Patent and Trademark Office at a level $21 million lower than for 
fiscal 1982. H.R. 6260 proposes to double current fees as the means of making up for the 
difference between a lower level of taxpayer support and an increased total budget. Further, 
maintenance fees which were first authorized in P.L. 96-517 and which will not begin to be 
collected until fiscal year 1986 (Oct. 1, 1985) will also be doubled over the amounts provided 
for under P.L. 96-517. 

The overall objective of H.R. 6260 is to provide for increased user support for the Patent and 
Trademark Office costs associated with the actual processing of patent applications by fiscal year 
1996. The fee schedule is designed to return to the government 100% of actual costs. However, 
an amendment to the original Administration proposal adopted by the subcommittee would reduce 
by half the fees for individuals, small businesses and nonprofit inventors. At the present time 
less than 25% of the actual costs of processing patent applications are supported by fee revenue 
and under P.L. 96-517, which becomes effective on Oct. 1, 1982, this amount will gradually 
begin to rise but will only reach 50% of actual costs in 1996. 

The amendment offered by Mr. Frank and approved by the Committee modifies that portion 
of Section 3 of H.R. 6260 dealing with Trademark fees. Public Law 96-517 (35 United States 
Code, section 31(a)) provides, “Fees will be set and adjusted by the Commissioner to recover 
in aggregate 50 per centum of the estimated average cost to the Office of such processing. Fees 
for all other services or materials related to trademarks and other marks will recover the estimated 
average cost . . . of performing the service or furnishing the material.” 

The Administration requested that the figure, “SO per centum”, be changed to “100 per centum”, 
thus mandating full recovery to the Treasury of all costs associated with processing trademarks. 
An amendment offered during subcommittee consideration of the legislation proposed to reduce 
fee generated revenue supporting processing of trademarks to less than the 100 per centum 
recovery level. The amendment was not agreed to. The author of the amendment, Mr. Frank, 
then proposed to amend the law to provide a statutory fee schedule which would return revenue 
to the Patent and Trademark Office at a level designed to recover 100 per centum of costs. 
However, following consultations with interested parties, Mr. Frank modified his amendment 
simply to repeal those portions of P.L. 96-517 which mandate a specified level of cost recovery 
for the processing of trademark registrations. Thus, the level of cost recovery for processing of 
trademark registrations will be within the discretion of the Commissioner. The Committee is 
aware of the concerns of users of the Trademark registration system, however, and intends to 
exercise vigorous oversight with respect to the Commissioner to ensure that fees remain at a 
reasonable level and that trademark registrations are processed in an efficient and cost effective 
manner. As part of this oversight, the Committee recommends the following fee structure to the 
Commissioner for Fiscal Year 1983. 


Type of fee: Proposed fee 
Application filing fee per class $175 
Renewal fee 300 
Late renewal 100 
Section 12(c) claim 100 
New certificate 100 
Certificate of correction 100 
Disclaimer to registration 100 
Amendment to registration 100 
Per class combines section 8 and 15 affidavit. 200 
Per class section 8 affidavit alone 100 
Per class section 15 affidavit alone.... 100 
All petitions to Commissioner ote 100 
Cancellation opposition per class soak 200 
TTAB appeal 100 
Certified copies 


JANUARY 7, 1997 





JANuARY 7, 1997 U.S. PATENT AND TRADEMARK OFFICE 


Type of fee: Proposed fee 
Copies of trademarks 1 
Assignments 

‘100 plus for each mark in addition to 1. 


Section 3(d) also permits the Commissioner of Patents to accept late payment of maintenance 
fees where it is established that the delay in payment was unavoidable. 

Section 4 permits the Commissioner of Patents and Trademarks to appoint temporary examiners 
in chief for the Board of Patent Appeals to deal more flexibly with workload. 

Section 5 permits late filing of the oath and fee accompanying submission of specifications and 
drawings which accompany patent claims. 

Section 6 permits greater flexibility in correcting mistakes in the naming of inventors on a patent 
application. 

Section 7 allocates funds from the Patent and Trademark Office to the Department of State to 
pay the financial obligations of administering the patent Cooperation Treaty. 

Section 8 clarifies the Trademark law with respect to what constitutes use of a mark “in commerce”. 
Section 9 deletes the burdensome technical requirement that trademark oppositions be verified. 
Section 10 makes the date of registration rather than the date of publication the crucial date for 
purposes of establishing the incontestability of a trademark. This eliminates an ambiguity in the 
present law. 

Section 11 limits the declaration ofinterferences under the trademark law to situations where 
extraordinary circumstances exist. 

Section 12 authorizes the Commissioner of the Patent and Trademark Office the flexibility to 
deal with problems of delay in filing due to postal service breakdowns. 

Section 13 permits the Commissioner of Patents to enter into cooperative studies, programs, 
exchanges and similar ventures associated with the administration of the Patent Office. 
Section 14 conforms U.S. Patent and Trademark Law to a recent international treaty governing 
diplomatic or consular legalization of documents. 

Section 15 corrects a mistaken citation in P.L. 96-517. 

Section 16 creates a uniform term for design patents. 

Section 17 establishes the effective dates for provisions of the Act. Increased filing fees would 
apply to all applications made on or after the date of enactment of H.R. 6260. 

Section 18 permits voluntary arbitration of patent disputes. 


SECTION-BY-SECTION ANALYSIS 
SECTION |! 


This section authorizes appropriations for the Patent and Trademark Office for the payment 
of salaries and necessary expenses of the Office. For Fiscal Year 1983, this section authorizes 
appropriations of $76,000,000, and in fiscal years 1984 and 1985 such sums as may be necessary, 
as well as such additional and supplemental amounts as may be necessary to cover any increases 
in salary, pay, retirement, or employee benefits which may be authorized by law. Funds made 
available by these appropriations are to be used to reduce by 50 per centum the amount of the 
fees to be paid under title 35, United States Code, section 41(a) and (b) by independent inventors 
and nonprofit organizations as defined in regulations established by the Commissioner of Patents 
and Trademarks, and by small business concerns as defined in section 3 of the Small Business 
Act and by regulations established by the Small Business Administration. 

In addition, fees collected pursuant to title 35, United States Code, and the Trademark Act of 
1946, as amended (15 U.S.C. 1051 et seq.), will augment the authorized appropriation to provide 
the resources needed to conduct the operations of the Office for fiscal year 1983. The total 
resources for the Office in fiscal year 1983, that is, the amount appropriated pursuant to this 
section plus fees collected pursuant to the patent and trademark laws, which will be available to 
the Office, are estimated to be $154,934,000. The corresponding levels for fiscal year 1984 and 
fiscal year 1985 are estimated in the President’s Budget to be $167 million and $176 million, 
respectively. Any additional amounts to cover increases in salary, pay, retirement, or other 
employee benefits which may be authorized by law will be in addition to, and will therefore 
increase, those program levels. Finally, any funds appropriated pursuant to this section and all 
fees collected, when specified in an appropriation act, will remain available without any fiscal 
year limitation. 


SECTION 2 


This section provides that, notwithstanding any other provision of law, there is authorized to 
be appropriated to the Patent and Trademark Office for fiscal year 1982, $121,461,000 and such 
additional or supplemental amounts as may be necessary for increases in salary, pay, retirement, 
or other employee benefits authorized by law. This section increases the amount authorized for 
the Patent and Trademark Office by 2.5 million over that authorized in Public law 97-35. 
The President is recommending a supplemental appropriation of $2,500,000 for the Patent and 
Trademark Office for fiscal year 1982 in order to carry out the program recommendations included 
in his fiscal year 1983 Budget. 


SECTION 3 


This section establishes certain statutory fees which are to be charged by the Commissioner 
and authorizes the Commissioner to establish other fees whose amounts are not specifically set. 
Thus, the major routine fees which are applicable to patents and patent application processing 
are established (e.g., filing, issuance, and maintenance fees). The Commissioner is authorized to 
establish fees for all other processing, services, or materials related to patents which are not 
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specifically established by statute. The processing and service fees, which would be established 
at a level to recover the estimated average costs to the Office. A more specific discussion of the 
various provisions of this section is set forth below. 

Section 3(a) amends section 41(a) of title 35 to provide the amounts of the fees for filing and 
issuance of patent applications. In addition, the section includes provisions for increasing the 
filing fees due to increased complexities presented by certain applications, e.g., applications 
containing more than a specified number of claims and any application containing a multiple 
dependent claim. The section also provides that fees will be charged when the number of claims 
is increased above the specified number or when a multiple dependent claim is first presented, 
whether on filing or at a later point in processing. 

Under section 41(a)1, the filing fee for an original patent, except in design or plant cases, is 
$300. In addition, on filing or on presentation at any other time, $30 is due for each claim in 
independent form which is in excess of three, $10 is due for each claim (whether independent 
or dependent) which is in excess of twenty, and $100 is due for each application containing a 
multiple dependent claim. The latter fee is a one-time charge per application due the first time 
a multiple dependent claim is presented for examination. For the purpose of computing fees, a 
multiple dependent claim as referred to in section 112 of title 35, United States Code, or any 
claim depending therefrom, will be considered as separate dependent claims in accordance with 
the number of claims to which reference is made. Under the section, errors in payment ofthe 
additional fees may be rectified in accordance with regulations of the Commissioner. This will 
enable the Commissioner to establish regulations whereby patent applications may correct, without 
prejudice, errors in the additional fees, i.e., those in addition to the basic fees established. 

Under section 41(a)2, the fee for issuing all original and reissue patents, except in design or 
plant cases, would be a uniform amount of $500. No supplemental issue fees are required. 

Section 41(a)3 establishes fixed fees for filing applications for, and issuance of design and 
plant patents. For design patent cases, the filing fee would be $200 and the issue fee $250. 

Section 41(a)4 relates to fees in reissue cases and establishes a fee of $300 for filing each 
application for the reissue of a patent. In addition, on filing or on presentation at any other time, 
$30 is due for each claim in independent form which is in excess of the number of independent 
claims of the original patent, and $10 is due for each claim (whether independent or dependent) 
which is in excess of twenty and also in excess of the number of claims of the original patent. 
Errors in payment of the additional fees may be rectified in accordance with regulations of the 
Commissioner. 

Under section 41(a)5, a fee of $50 would be established for filing each disclaimer in a patent 
or patent application. 

Section 41(a)6 establishes a fee due on filing an appeal from the examiner to the Board of 
Appeals of $115. In addition, a fee of $115 is due on filing a brief in support of the appeal, and 
a fee of $100 is due for requesting an oral hearing before the Board of Appeals. 

Section 41(a)7 establishes two different fees for filing petitions with different standards to 
revive abandoned patent applications. The same two fees are applicable to petitions to accept 
the delayed payment of the fee for issuing a patent. The fees set forth in this section are due on 
filing the petition. Since the section provides for two alternative fees with different standards, 
the section would permit the applicant seeking revival or acceptance of a delayed payment of 
the fee for issuing a patent to choose one or the other of the fees and standards under such 
regulations as the Commissioner may establish. Under the section the Commissioner could 
establish time limits within which petitions under each of the different fees and standards can 
be filed. The section establishes a fee of $500 for filing each petition for revival or for acceptance 
of the delayed payment of an issue fee where the abandonment or the failure to pay the issue 
fee is unintentional. In order to prevent abuse and injury to the public the Commissioner could 
require a terminal disclaimer equivalent to the period of abandonment and could require applicants 
to act promptly after becoming aware of the abandonment. The section establishes a fee of $50 
for filing a petition under sections 133 or 151 of title 35 in accordance with standards presently 
in effect requiring that the delay resulting in the abandonment, or the delay in payment of the 
issue fee, be unavoidable. Under this section a petition accompanied by either a fee of $500 or 
a fee of $50 would not be granted where the abandonment or the failure to pay the fee for issuing 
the patent was intentional as opposed to being unintentional or unaviodable. This section would 
permit the Commissioner to have more discretion than present law to revive abandoned applications 
and accept late payment of the fee for issuing a patent in appropriate circumstances. 

Section 41(a)8 establishes fees for filing of petitions for extensions of time. Various time 
periods are set by the Office for taking actions on matters relating to patent applications. These 
time periods are set pursuant to statute or by regulations established by the Commissioner under 
the authority granted to the Commissioner by statute. This section would provide for fees for 
filing petitions to extend the time periods set pursuant to statute or by regulations for taking 
action within any limitations set by statute. 

A fee of $50 is established for filing a request for a first one month extension of time, an 
additional fee of $100 for filing a request for a second one month extension of time which would 
expire two months after the end of the time period set for taking action, and an additional fee 
of $200 for filing a request for a third one month extension of time which would expire three 
months after the end of the time period set for taking action. A subsequent or fourth extension 
could be requested if additional time was available under the statute. In no case could a period 
be extended beyond the maximum time set by statute. 

The Commissioner may issue regulations providing when, within any maximum period per- 
mitted by statute, petitions for extensions of time, and the required fee therefor, may be filed. 
This section does preclude the Commissioner from waiving the fee for filing a petition for an 
extension of time where the Office extends the period due to equity considerations or sufficient 
cause. , 

Section 41(b) provides that the Commissioner charge the following fees for majntaining a 
patent other than a design or plant patent, in force: at three years and six months r grant, 
$400; at seven years and six months after grant, $800; and at eleven years and six months after 
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grant, $1,200. Unless payment of the applicable maintenance fee is received in the Patent and 
Trademark Office on or before the date the fee is due or within a grace period of six months 
thereafter, the patent will expire as of the end of such grace period. The Commissioner may 
require the payment of a surcharge as a condition of accepting within such six-month grace 
period the late payment of a maintenance fee. 

In order to avoid an inequitable loss of patent rights, the Commissioner is given the authority 
to accept payment of any maintenance fee after the six-month grace period if it is established 
that the delay in payment was unavoidable. It is intended that the Commissioner will issue 
regulations establishing guidelines for acceptance of late payment. After the expiration of a 
reasonable period of time, the patentee would bear a heavy burden of proof that the delay was 
unavoidable. A surcharge may be imposed by the Commissioner as a precondition to acceptance 
of a late fee. This surcharge may be in addition to any surcharge imposed for payment during 
the grace period. 

A provision is included to protect the rights of one who began using or who took steps to 
begin use of a patent which expired for failure to pay a maintenance fee and which was subsequently 
reestablished by acceptance of the late payment. The intervening rights provision in section 
41(c)(2) is similar to the intervening rights provision in 35 U.S.C. 252 concerning reissued patents. 

Section 41(d) provides that the Commissioner establish fees for all other processing services, 
or materials related to patents not specified in section 41 at an amount calculated to recover the 
estimated average cost to the Office of such processing, services, or materials. Such processing 
and other services includes, but is not limited to, the processing of various petitions desiring 
certain actions to be taken regarding patent applications, recording of assignments, reexamination 
of patents and the processing of international applications. Fees for materials include the price 
of patent copies, certifications and other copying services. The yearly fee for providing a library 
specified in section 13 of title 35 with uncertified copies of the specifications and drawings for 
all patents issued in that year is set at $50. 

Section 41(f) provides that the fees established in subsections (a) and (b) of section 41 may 
be adjusted by the Commissioner on Oct. 1, 1985, and every third year thereafter, to reflect any 
fluctuations occurring during the previous three years in the Consumer Price Index, as determined 
by the Secretary of Labor. Changes of less than one per centum may be ignored by the Commis- 
sioner in making such adjustments. 

Subsection (a) of section 31 of the Trademark Act of 1946, as amended (15 U.S.C. 1113), is 
being changed to grant the Commissioner discretion to establish the level of recovery of office 
costs related to trademarks. It is expected that the Commissioner will set the fees in a way that 
the filing fee will be kept as low as possible to foster use of the Federal registration system. 
This may require that other fees for services or materials related to trademarks recover more 
than their actual estimated cost in order that the Commissioner achieve in the aggregate adequate 
cost recovery for the entire trademark operation. 

A provision is inserted in section 42(c) of title 35 in order to ensure that the tradermark fees 
collected are used to fund trademark operations only and not the processing of patent applications. 


SECTION 4 


Section 3 of title 35 is amended by deleting specific reference to the number of examiners- 
in-chief in the first sentence. Elimination of the upper limit on the number of permanent members 
of the Board of Appeals would provide greater flexibility in filling most of its personnel needs, 
thereby avoiding an excess of examiner details. The authority to appoint acting examiners-in- 
chief, however, is maintained in order that temporary fluctuations in the workload of the Board 
may be accommodated. 


SECTION 5 


Under revised section 111 of title 35, the filing date of an application would be that on which 
the specification and any required drawings are received by the Patent and Trademark Office. 
The oath or declaration and filing fee could be submitted at such later time as established by 
the Commissioner, without any loss of the original filing date. Under the amendment, an applicant 
could either file the oath or declaration (including the applicant’s signature) and fee together 
with an application or submit them at a later time as determined by the Commissioner. 

The section would also authorize the imposition of a surcharge as a condition for accepting 
filing of the oath of payment of the filing fee after the filing date of the application. Since an 
application filed without the oath or declaration would not be signed or “made” by the applicant, 
the amendment permits a patent attorney or agent, authorized by the applicant, to submit the 
specification and drawings for the purpose of obtaining a filing date. Should the applicant, 
however, fail to file the oath or declaration, or pay the filing fee within the time limits set by 
the Commissioner, the application would be regarded as having been abandoned. 


SECTION 6 


The third paragraph of section 116 of title 35 is amended to enlarge the possibilities for 
correcting misnamed inventive entities. As a consequence, correction would be permitted also 
in cases where the person originally named as inventor was in fact not the inventor of the subject 
matter contained in the application. If such error occurred without any deceptive intention on 
the part of the true inventor, the Commissioner would have the authority to substitute the true 
inventor for the erroneously named person. Although probably rarer, instances such as changes 
from a mistakenly identified sole inventor to a different, but actual, joint inventors, conversions 
from erroneously identified joint inventors to different but actual, joint inventors, and conversions 
from erroneously identified joint inventors to a different, but actual, sole inventor would also be 
permitted. In each instance, however, the Commissioner must be assured of the presence of 
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innocent error, without deceptive intention on the part of the true inventor or inventors, before 
permitting substitution of a true inventor’s name. 

The ability to receive a filing date based on a specification and drawings without signature as 
set forth in revised section 111 of title 35, and to file the oath or declaration and pay the filing 
fee within such period as determined by the Commissioner is also available to joint inventors. 

Section 256 of title 35, which is a companion to section 116, would be amended to similarly 
enlarge the possibilities for correction of misnamed inventors in issued patents. 


SECTION 7 


Section 6(d) of title 35, which provides for the allocation of appropriated Patent and Trademark 
Office funds to the Department of State for payment of United States financial obligations under 
the Patent Cooperation Treaty, is deleted. The Department of State has traditionally assumed 
responsibility for financial obligations for international agreements to which the United States 
adheres. 


SECTION 8 


Section 8(a) of the Trademark Act is amended to clarify that the continued use required to be 
shown in the sixth year be use “in commerce”. Although it is believed by some that omission 
of the words “in commerce” may have been inadvertent in the 1946 Act, this section has been 
interpreted so that use in a foreign country, or use in intrastate commerce, is sufficient. Such 
interpretation is fundamentally in conflict with other requirements of the Act. 

Section 8(b) of the Act is also amended to clarify that the continued use required to be shown 
in the sixth year be use “in commerce”. Although it is believed by some that omission of the 
words “in commerce may have been inadvertent in the 1946 Act, this section has interpreted so 
that use in a foreign country, or use in intrastate commerce, is sufficient. Such interpretation is 
fundamentally in conflict with other requirements of the Act. 

Section 8(b) of the Act is also amended to clarify that the continued use required to be shown 
in the sixth year be use “in commerce” for registrations published under section 12(c) of the 
Act. (This pertains to registrations issued under the Act of Mar. 3, 1881 and the Act of Feb. 20, 
1905). 

The word “still” has been deleted from section 8(a) and 8(b). Thus, the owner of a registration 
issued on the basis of a foreign registration under the provisions of section 44(e) of the Act will 
have to submit an affidavit to the effect that the mark is in use in commerce. Since the mark 
need not be used in commerce when it is registered, the requirement cannot be required to state 
that it is “still” in such use. 


SECTION 9 


Section 13 of the Trademark Act is amended to delete the requirement that an opposition be 
verified. The sentence which allowed an unverified application to be verified at a later date has 
been deleted. In addition, a phrase has been added to make it clear that any subsequent extension 
of time to file an opposition, beyond the first extension, must be requested before the end of the 
preceding extension. 

Section 14 of the Trademark Act would also be amended to delete the requirement that a 
petition to cancel a registration be verified. 


SECTION 10 


Section 15 of the Trademark Act is amended to change the term “the publication” to “registra- 
tion” in the first sentence. This change makes the date of registration rather than the date of 
publication the crucial date for purposes of incontestablility. It will also make section 15 consistent 
with sections 22 and 33 of the Act. 


SECTION 11 


Section 16 of the Trademark Act is amended to limit the declaration of interferences to those 
situations where a petition to the Commissioner shows that extraordinary circumstances exist, 
the rights of the parties can be determined adequately by the existing opposition and cancellation 
procedures. Additionally, if an interference is declared between an application and a registration 
and the applicant wins, a cancellation must still be initiated against the registration. 


SECTION 12 


A new subsection (a) has been added to section 21 of title 35 to authorize, but not to require, 
the Commissioner of Patents and Trademarks to give as the filing date of any paper or fee which 
is required to be filed in the Patent and Trademark Office the date on which the paper or fee 
was deposited with the United States Postal Service. The Commissioner may also give as the 
filing date of any paper or fee which was required to be filed in the Patent and Trademark Office 
the date it would have been deposited with the United States Postal Service but for postal service 
interruptions or emergencies which the Commissioner designates. The requirements governing 
whether any given paper or fee may be given the filing date of the day on which it was, or would 
have been deposited with the United States Postal Service will be set forth in regulations established 
by the Commissioner. 

Section 21(b) of title 35 is identical to existing section 21 with two minor amendments. The 
word “federal” has been inserted before the phrase “holiday within the District of Columbia” to 
clarify the nature of the holiday. 
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SECTION 13 


This section clarifies the authority of the Commissioner in section 6(a) of title 35 to enter 
into a wide range of cooperative agreements concerning the patent and trademark laws or the 
administration of the Patent and Trademark Office. These agreements are in addition to the 
exchange of publications authorized in 35 U.S.C. 11(b) and 12. These cooperative agreements 
may take the form of studies, programs, exchanges, and other similar ventures. Thus, the Patent 
and Trademark Office could, for example, exchange patent copies, non-patent literature, tapes 
or services in return for goods or services of value to the Patent and Trademark Office. 


SECTION 14 


The amendments of 35 U.S.C. 115 and Section 11 of the Trademark Act of 1946 recognize 
the Hague “Convention Abolishing the Requirement of Legalization for Foreign Public Docu- 
ments” which entered into force in the United States on Oct. 15, 1981. The Convention abolishes 
the requirement of diplomatic or consular legalization for foreign public documents which are 
sworn to or acknowledged by a notary public in any of the countries adhering to the Convention. 
For documents executed by a notary public of all other foreign countries, diplomatic or consular 
legalization will still be required. 

The amendment of 35 U.S.C. 261 is intended to give affirmative effect to acknowledgments 
executed pursuant to the Hague Convention. 


SECTION 15 


This section corrects an incorrect citation. Public Law 96-517 amended section 41 of title 35, 
United States Code, in a way which eliminated 35 U.S.C.. § 41(a)(9). Unfortunately, section 13 
of title 35, United States Code, was not amended accordingly by Public Law 96-517. This section 
corrects that oversight. 


SECTION 16 
This section sets a uniform term of fourteen years for all design patents. 
SECTION 17 


Sections 17(a) and (c) specify the effective dates of the Act. Section 17(a) also specifies that 
the maintenance fees provided for in section 3(b) of this Act will only apply to patents in which 
the application was filed on and after the date of enactment or to maintenance fees later established 
by law. 

Section 17(b) adds a section to title 35 providing for the voluntary arbitration of patent disputes 
by the parties to the dispute. The section requires that the Commissioner be notified in writing 
of an award made by an arbitrator or modified by a court. Such notification will be entered in 
the record of the prosecution of the patent. 

At present, agreements to arbitrate some aspects of disputes arising under patent licenses are 
enforceable by the courts; however, there have been court decisions that have disapproved 
arbitration of disputes concerning patent validity or infringement. In this regard, see, for example, 
Zip Mfg. Co. v. Pep Mfg. Co. 44 F.2d 184, 7 U.S.P.Q. 62 (D. Del. 1930) and Beckman Instruments, 
Inc. v. Technical Developments Corp. 433 F.2d 55, 167 U.S.P.Q. 10 (7th Cir. 1965). 

Partly as a reaction to those decisions, during the 93rd Congress both the Department of 
Commerce and the Department of Justice endorsed a provision specifically authorizing arbitration 
of validity and infringement disputes. This provision, included in an omnibus patent law revision 
bill, S. 2504, was never enacted due to the many controversial aspects of that legislation. 

In the view of the Committee, a statutory authorization of voluntary agreements to arbitrate 
validity and infringement disputes would benefit both the parties to these disputes and the public. 

Statutory endorsement of arbitration agreements would assure the parties that they could avail 
themselves of the numerous advantages of arbitration without the possibility of having to reargue 
the dispute in court. The advantages of arbitration are many: it is usually cheaper and faster than 
litigation; it can have simpler procedural and evidentiary rules; it normally minimizes hostility 
and is less disruptive of ongoing and future business dealings among the parties; it is often more 
flexible in regard to scheduling of times and places of hearings and discovery devices; and, 
arbitrators are frequently better versed than judges and juries in the area of trade customs and 
the technologies involved in these disputes. 

The enforcement of voluntary arbitration provisions would serve the public in two ways. First, 
the availablity of arbitration with its numerous advantages will enhance the patent system and thus 
will encourage innovation. This view is supported by the Committee for Economic Development in 
their Jan. 1980 statement entitled “Stimulating Technological Progress.” Secondly, arbitration 
could relieve some of the burdens on the overworked Federal courts. Chief Justice Burger in his 
speech to the American Bar Association on Jan. 24, 1982, generally endorsed the use of arbitration 
to reduce the judicial backlog. Also, I think it is important to note that the American Bar 
Association’s Section on Patent, Trademark and Copyright Law has endorsed court enforcement 
of arbitration agreements calling for arbitration of validity and infringement. 

The recommendations of the Secretary of Commerce to increase substantially patent and 
trademark user fees were made on the promise that such increases “will lay the groundwork for 
revitalizing the patent and trademark systems.” The Secretary committed to three major goals: 
(1) to reach an average patent application pendency time of 18 months by FY 1987, (2) to issue 
an examiner’s first action on trademark registrability in three months and disposal of an application 
within 13 months, and (3) to move realistically toward a fully automated Office by the 1990's. 
In accepting the Administration’s recommendations on user fees, the Committee fully expects 
the Administration to live up to its end of the bargain to bring about a first-class Patent and 
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Trademark Office. To provide an opportunity for timely and effective Committee oversight of 
progress toward improving the Patent and Trademark Office, the Committee directs that the 
Secretary of Commerce report annually to the Committee on progress toward achieving the three 
major goals of the Patent and Trademark Office, as outlined above, and, in addition, promptly 
inform the Committee at any time it appears that any of the goals, for any reason, is viewed as 
not attainable. 


OVERSIGHT STATEMENT 


The Committee on the Judiciary has oversight responsibility over the Patent and Trademark 
Office in the Department of Commerce. In addition to its ongoing oversight, the Committee’s 
Subcommittee on Courts, Civil Liberties and the Administration of Justice held an oversight 
hearing with respect to the Patent and Trademark Office on Mar. 4, 1981, published as Oversight 
Hearings Before the Subcommittee on Courts, Civil Liberties and the Administration of Justice 
of the Committee on the Judiciary, House of Representatives, Ninety-Seventh Congress, First 
Session on the Copyright Office, The U.S. Patent and Trademark Office, and the Copyright 
Royalty Tribunal. Serial No. 17. 

The Committee expects to continue its oversight activities in this area. 


STATEMENT OF THE BUDGET COMMITTEE 
No statement has been received on H.R. 6260 from the House Committee on the Budget. 


STATEMENT OF THE CONGRESSIONAL BUDGET OFFICE 


Pursuant to clause 7, rule XIII of the Rules of the House of Representatives and section 403 
of the Congressional Budget Act of 1974, the following is the cost estimate of H.R. 6260, as 
amended, prepared by the Congressional Budget Office. 


U.S. CONGRESS 
CONGRESSIONAL BUDGET OFFICE, 
Washington, D.C., May 13, 1982. 


Hon. PETER W. RODINO, Jr., 
Chairman, Committee on the Judiciary, House of Representatives, Washington, D.C. 

DEAR MR. CHAIRMAN: Pursuant to Section 403 of the Congressional Budget Act of 1974, 
the Congressional budget Office has prepared the attached cost estimate for H.R. 6260, a bill to 
authorize appropriations to the Patent and Trademark Office in the Department of Commerce, 
and for other purposes. 

Should the Committee so desire, we would be pleased to provide further details on this estimate. 

Sincerely 

ALICE M. RIVLIN, 
Director. 


CONGRESSIONAL BUDGET OFFICE COST ESTIMATE 


1. Bill number: H.R. 6260. 

2. Bill title: A bill to authorize appropriations to the Patent and Trademark Office in the 
Department of Commerce, and for other purposes. 

3. Bill status: As ordered reported by the House Committee on the Judiciary, May 11, 1982. 

Bill purpose: H.R. 6260 would authorize 1982 appropriations at a level $2.5 million above 
the amount already appropriated, and would provide a $76 million authorization level in 1983 
to carry out the activities of the Patent and Trademark Office (PTO). In addition, such sums as 
may be necessary are authorized for fiscal years 1984 and 1985, plus such additional or supple- 
mental amounts as may be necessary for increases in salary, pay, retirement, or other benefits 
authorized by law for each fiscal year 1983 thorugh 1985. PTO would also have available for 
obligation offsetting fee collections as provided for in Public Law 96-517, plus the additional 
fees as specified in H.R. 6260. 

Assuming enactment of H.R. 6260, total PTO collections over time would result in recovery 
of approximately 100 percent of patent and trademark processing costs. Individuals, small busi- 
nesses, and non-profit institutions would be exempt from the proposed additional fees, however, 
but would continue to follow the fee schedule outlined in P.L. 96-517, which assumes the ultimate 
recovery of approxiamtely 50 percent of all processing costs. 

The President’s 1982 budget includes a request for a $2.5 million supplemental for the PTO. 
The Administration has recommended increasing user fees to ultimately recover 100 percent of 
processing costs beginning in 1983, but does not provide for any exemptions to the proposed 
fee increases relative to current law. The effect of exemptions is to increase by approximately 
$8 million the authorized level of appropriations relative to the Administration’s request. 

In addition, the bill would make a number of other changes that are not expected to have a 
cost impact. 

5. Cost estimate: 


[By fiscal years, in millions of dollars} 


1982 1983 1984 1985 1986 
Authorization level: 
Specified : 76.0 oe Nae 
Estimated aR sak 6.8 86.4 86.8 


JANUARY 7, 1997 





January 7, 1997 U.S. PATENT AND TRADEMARK OFFICE 


1982 1983 1984 1985 1986 


2.5 82.8 86.4 86.8 sales 
61.8 82.4 82.8 pe 


Including outlays from appropriations to date for PTO, total 1982 outlays are estimated to be 
$121.5 million, and total 1983 outlays are estimated to be $79.8. 


The costs of this bill fall within budget subfunction 376. 

6. Basis of estimate: The authorization levels for PTO for 1982 and 1983 are those specified 
in the bill. The estimate authorization levels for 1984 and 1985 assume a level of funding sufficient 
to maintain a program level of $167 million and $176 million, respectively, including offsetting 
collections. In addition, authorization for increases in pay and other benefits of approximately 
$6.8 million, $7.4 million, and $7.8 million for fiscal years 1983 through 1985, respectively, 
were estimated based on CBO’s current inflators. Outlays are based on historical spending patterns. 

The estimated collections to PTO as a result of fees charged to cover the costs of processing 
trademarks and patents were provided by the agency, and assume the fee structure outlined in 
the bill. The estimated collections, under current law and under H.R. 6260, are shown in the 
table below. 


[By fiscal years, in millions of dollars] 


1982 1983 
Estimated offsetting collections: 
scores 47.8 
Added by H.R. 6260. =) eee 31.2 
Total-H.R. 6260 ais 79.0 


7. Estimate comparison: None. 

8. Previous CBO estimate: None. 

9. Estimate prepared by: Mary B. Maginniss. 

10. Estimate approved by: C. G. Nuckols (James L. Blum, Assistant Director for Budget 
Analysis). 


COMMITTEE VOTE 


The Committee on the Judiciary ordered H.R. 6260 as amended reported by a voice vote, 
without objection being heard, with a quorum of Members being present. 


CHANGES IN EXISTING LAW MADE BY THE BILL, AS REPORTED 


In compliance with clause 3 of Rule XIII of the Rules of the House of Representatives, changes 
in existing law made by the bill, as reported, are shown as follows (existing law proposed to be 
omitted is enclosed in black brackets, new matter is printed in italics, existing law in which no 
change is proposed is shown in roman): 


TITLE 35, UNITED STATES CODE 
PART 1—PATENT AND TRADEMARK OFFICE 


see 2% 


CHAPTER 1—ESTABLISHMENT, OFFICERS, FUNCTIONS 


see 


§ 3. Officers and employees. 


(a) There shall be in the Patent and Trademark Office a Commissioner of Patents and 
Trademarks, a Deputy Commissioner, two Assistant Commissioners, and [not more than fifteen] 
examiners-in-chief appointed under section 7 of this title. The Deputy Commissioner, or, in the 
event of a vacancy in that office, the Assistant Commissioner senior in date of appointment shall 
fill the office of Commissioner during a vacancy in that office until the Commissioner is appointed 
and takes office. The Commissioner of Patents and Trademarks, the Deputy Commissioner, and 
the Assistant Commissioners shall be appointed by the President, by and with the advice and 
consent of the Senate. The Secretary of Commerce, upon the nomination of the Commissioner, 
in accordance with law shall appoint all other officers and employees. 


*e eK 


§ 6. Duties of Commissioner. 


(a) The Commissioner, under the direction of the Secretary of Commerce, shall superintend 
or perform all duties required by law respecting the granting and issuing of patents and the 
registration of trademarks; shall have the authority to carry on studies [and] programs, or exchanges 
of items or services regarding domestic and international patent and trademark law or the adminis- 
tration of the Patent and Trademark Office, and shall have charge of property belonging to the 
Patent and Trademark Office. He may, subject to the approval of the Secretary of Commerce, 
establish regulations, not inconsistent with law, for the conduct of proceedings in the Patent and 
Trademark Office. 
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(b) The Commissioner, under the direction of the Secretary of Commerce, may, in coordination 
with the Department of State, carry on programs and studies cooperatively with foreign patent 
offices and international intergovernmental organizations, or may authorize such programs and 
studies to be carried on, in connection with the performance of duties stated in subsection (a) 
of this section. 

(c) The Commissioner, under the direction of the Secretary of Commerce, may, with the 
concurrence of the Secretary of State, transfer funds appropriated to the Patent and Trademark 
Office, not to exceed $100,000 in any year, to the Department of State for the purpose of making 
special payments to internatinal intergovernmental organizations for studies and programs for 
advancing international cooperation concerning patents, trademarks, and related matters. These 
special payments may be in addition to any other payments or contributions to the international 
organization and shall not be subject to any limitations imposed by law on the amounts of such 
other payments or contributions by the Government of the United States. 

{(d) The Commissioner, under the direction of the Secretary of Commerce, may, with the 
concurrence of the Secretary of State, allocate funds appropriated to the Patent Office, to the 
Department of State for the purpose of payment of the share on the part of the United States to 
the working capital fund established under the Patent Cooperation Treaty. Contributions to cover 
the share on the part of the United States of any operating deficits of the International Bureau 
under the Patent Cooperation Treaty shall be included in the annual budget of the Patent Office 
and may be transferred by the Commissioner, under the direction of the Secretary of Commerce, 
to the Department of State for the purpose of making payments thereof to the International 
Bureau.] 


*x**x KK * 


§ 13. Copies of patents for public libraries. 


The Commissioner may supply printed copies of specifications and drawings of patents to 
public libraries in the United States which shall maintain such copies for the use of the public, 
at the rate for each year’s issue established for this purpose in section 41 [(a)9] (d) of this title. 


**e eK * 


CHAPTER 2-PROCEEDINGS IN THE PATENT AND TRADEMARK OFFICE 


eee 


P po at for taking action falling on Saturday, Sunday, or holiday] Filing date and day 
or ta gs action. 


(a) The Commissioner may by rule prescribe that any paper or fee required to be filed in the 
Patent and Trademark Office will be considered filed in the Office on the date on which it was 
deposited with the United States Postal Service or would have been deposited with the United 
States Postal Service but for postal service interruptions or emergencies designated by the 
Commissioner. 

(b) When the day, or the last day, for taking any action or paying any fee in the United States 
Patent and Trademark Office falls on Saturday, Sunday, or a Federal holiday within the District 
of Columbia, the action may be taken, or the fee paid, on the next succeeding secular or business 
day. 


xe KK * 


CHAPTER 4-PATENT FEES 


see 


§ 41. Patent fees 


[(a) The Commissioner of Patents will establish fees for the processing of an application for 
a patent, from filing through disposition by issuance or abandonment, for maintaining a patent 
in force, and for providing all other services and materials related to patents. No fee will be 
established for maintaining a design patent in force. 

[(b) By the first day of the first fiscal year beginning on or after one calendar year after 
enactment of this Act, fees for the actual processing of an application for a patent, other than 
for a design patent, from filing through disposition by issuance or abandonment, will recover in 
aggregate 25 per centum of the estimated average cost to the Office of such processing. By the 
first day of the first fiscal year beginning on or after one calendar year after enactment, fees for 
the processing of an application for a design patent, from filing through disposition by issuance 
or abandonment, will recover in aggregate 50 per centum of the estimated average cost to the 
Office of such processing. 

[(c) By the fifteenth fiscal year following the date of enactment of this Act, fees for maintaining 
patents in force will recover 25 per centum of the estimated cost to the Office, for the year in 
which such maintenance fees are received, of the actual processing all applications for patents, 
other than for design patents, from filing through disposition by issuance or abandonment. Fees 
for maintaining a patent in force will be due three years and six months, seven years and six 
months, and eleven years and six months after the grant of the patent. Unless payment of the 
applicable maintenance fee is received in the Patent and Trademark Office on or before the date 
the fee is due or within a grace period of six months thereafter, the patent will expire as the end 
of such grace period. The Commissioner may require the payment of a surcharge as a condition 
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ns accepting within such six-month grace period the late payment of an applicable maintenance 
ee. 

{(d) By the first day of the first fiscal year beginning on or after one calendar year after 
enactment, fees for all other services or materials related to patents will recover the estimated 
average cost to the Office of performing the service or furnishing the material. The yearly fee 
for providing a library specified in section 13 of this title with uncertified printed copies of the 
specifications and drawings for all patents issued in that year will be $50.} 

(a) The Commissioner shall charge the following fees: 

1. On filing each application for an original patent, except in design or plant cases, $300; in 
addition, on filing or on presentation at any other time, $30 for each claim in independent form 
which is in excess of three, $10 for each claim (whether independent or dependent) which is in 
excess of twenty, and $100 for each application containing a multiple dependent claim. For the 
purpose of computing fees, a multiple dependent claim as referred to in section 112 of this title 
or any claim depending therefrom shall be considered as separate dependent claims in accordance 
with the number of claims to which reference is made. Errors in payment of the additional fees 
may be rectified in accordance with regulations of the Commissioner. 

2. For issuing each original or reissue patent, except in design or plant cases, $500. 

3. In design and plant cases: 

a. On filing each design application, $125. 

b. On filing each plant application, $200. 

c. On issuing each design patent, $175. 

d. On issuing each plant patent, $250. 

4. On filing each application for the reissue of a patent, $300; in addition, on filing or on 
presentation at any other time, $30 for each claim in independent form which is in excess of the 
number of independent claims of the original patent, and $10 for each claim (whether independent 
or dependent) which is in excess of twenty and also in excess of the number of claims of the 
original patent. Errors in payment of the additional fees may be rectified in accordance with 
regulations of the Commissioner. 

5. On filing each disclaimer, $50. 

6. On filing an appeal from the examiner to the Board of Appeals, $115; in addition, on filing 
a brief in support of the appeal, $115, and on requesting an oral hearing before the Board of 
Appeals, $100. 

7. On filing each petition for the revival of an unintentionally abandoned application for a 
patent or for the unintentionally delayed payment of the fee for issuing each patent, $500, unless 
the petition is filed under sections 133 or 151 of this title, in which case the fee shall be $50. 

8. For petitions for one-month extensions of time to take actions required by the Commissioner 
in an application: 

a. On filing a first petition, $50. 

b. On filing a second petition, $100. 

c. On filing a third or subsequent petition. $200. 

(b) The Commissioner shall charge the following fees for maintaining a patent in force: 

1. Three years and six months after grant, $400. 

2. Seven years and six months after grant, $800. 

3. Eleven years and six months after grant, $1,200. 

Unless payment of the applicable maintenance fee is received in the Patent and Trademark 
Office on or before the date the fee is due or within a grace period of six months thereafter, the 
patent will expire as of the end of such grace period. The Commissioner may require the payment 
of a surcharge as a condition of accepting within such six-month grace period the late payment 
of an applicable maintenance fee. No fee will be established for maintaining a design or plant 
patent in force. 

(c)(1) The Commissioner may accept the payment of any maintenance fee required by subsection 
(b) of this section after the six-month grace period if the delay is shown to the satisfaction of 
the Commissioner to have been unavoidable. The Commissioner may require the payment of a 
surcharge as a condition of accepting payment of any maintenance fee after the six-month grace 
period. If the Commissioner accepts payment of a maintenance fee after the six-month grace 
period, the patent shall be considered as not having expired at the end of the grace period. 

(2) No patent, the term of which has been maintained as a result of the acceptance of a 
payment of a maintenance fee under this subsection, shall abridge or affect the right of any 
person or his successors in business who made, purchased or used after the six-month grace 
period but prior to the acceptance of a maintenance fee under this subsection anything protected 
by the patent, to continue the use of, or to sell to others to be used or sold, the specific thing 
so made, purchased, or used. The court before which such matter is in question may provide 
for the continued manufacture, use or sale of the thing made, purchased, or used as specified, 
or for the manufacture, use or sale of which substantial preparation was made after the six- 
month grace period but before the acceptance of a maintenance fee under this subsection, and 
it may also provide for the continued practice of any process, practiced, or for the practice of 
which substantial preparation was made, after the six-month grace period but prior to the 
acceptance of a maintenance fee under this subsection, to the extent and under such terms as 
the court deems equitable for the protection of investments made or business commenced after 
the six-month grace period but before the acceptance of a maintenance fee under the subsection. 

(d) The Commissioner will establish fees for all other processing, services, or materials related 
to patents not specified above to recover the estimated average cost to the Office of such processing, 
services, or materials. The yearly fee for providing a library specified in section 13 of this title 
with uncertified printed copies of the specifications and drawings for all patents issued in that 
year will be $50. 

(3) The Commissioner may waive the payment of any fee for any service or material related 
to patents in connection with an occasional or incidental request made by a department or agency 
of the Government, or any officer thereof. The Commissioner may provide any applicant issued 
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a notice under section 132 of this title with a copy of the specifications and drawings for all 
patents referred to in that notice without charge. 

[(f) Fees will be adjusted by the Commissioner to achieve the levels of recovery specified in 
this section; however, no patent application processing fee or fee for maintaining a patent in 
force will be adjusted more than once every three times. 

(f) The fees established in subsection (a) and (b) of this section may be adjusted by the 
Commissioner on Oct. 1, 1985, and every third year thereafter, to reflect any fluctuations occurring 
during the previous three years in the Consumer Price Index, as determined by the Secretary of 
Labor. Changes of less than 1 per centum may be ignored. 

(g) No fee established by the Commissioner under this section will take effect prior to sixty 
days following notice in the Federal Register. 


§ 42. Patent and Trademark Office funding. 


(a) All fees for services performed by or materials furnished by the Patent and Trademark 
Office will be payable to the Commissioner. 

(b) All fees paid to the Commissioner and all appropriations for defraying the costs of the 
activities of the Patent and Trademark Office will be credited to the Patent and Trademark Office 
Appropriation Account in the Treasury of the United States, the provisions of section 72Se of 
title 31, United States Code, notwithstanding. 

(c) Revenues from fees will be available to the Commissioner of Patents to carry out, to the 
extent provided for in appropriation Acts, the activities of the Patent and Trademark Office. Fees 
available to the Commissioner under section 31 of the Trademark Act of 1946, as amended (15 
U.S.C. 1113), shall be used exclusively for the processing of trademark registrations and for 
other services and materials related to trademarks. 

(d) The Commissioner may refund any fee paid by mistake or any amount paid in excess of 
that required. 


PART II-PATENTABILITY OF INVENTIONS AND GRANT OF PATENTS 


eee 2% 


CHAPTER 11-APPLICATION FOR PATENT 


see 


§ 111. Application for patent 
[Application for patent shall be made by the inventor, except as otherwise provided in this 


title, in writing to the Commissioner. Such application shall include: (1) a specification as 
prescribed by section 112 of this title; (2) a drawing as prescribed by section 113 of this title; 
and (3) an oath by the applicant as prescribed by section 115 of this title. The application must 
be signed by the applicant and accompanied by the fee required by law.] 

SEC. 111. Application for patent shall be made, or authorized to be made, by the inventor, 
except as otherwise provided in this title, in writing to the Commissioner. Such application shall 
include (1) a specification as prescribed by section 112 of this title; (2) a drawing as prescribed 
by section 113 of this title; and (3) an oath by the applicant as prescribed by section 115 of this 
title. The application must be accompanied by the fee required by law. The fee and oath may 
be submitted after the specification and any required drawing are submitted, within such period 
and under such conditions, including the payment of a surcharge, as may be prescribed by the 
Commissioner. Upon failure to submit the fee and oath within such prescribed period, the 
application shall be regarded as abandoned, unless it is shown to the satisfaction of the Commis- 
sioner that the delay in submitting the fee and oath was unavoidable. The filing date of an 
application shail be the date on which the specification and any required drawing are received 
in the Patent and Trademark Office. 


*e*# ee * 


§ 115. Oath of applicant 


The applicant shall make oath that he believes himself to be the original and first inventor of 
the process, machine, manufacture, or composition of matter, or improvement thereof, for which 
he solicits a patent; and shall state of what country he is a citizen. Such oath may be made before 
any person within the United States authorized by law to administer oaths, or when, made in a 
foreign country, before any diplomatic or consular office of the United States authorized to 
administer oaths, or before any officer having an official seal and authorized to administer oaths 
in the foreign country in which the applicant may be, whose authority [shall be] is proved by 
certificate of a diplomatic or consular officer of the United States, or apostille of an official 
designated by a foreign country which, by treaty or convention, accords like effect to apostilles 
of designated officials in the United States and such oath shall be valid if it complies with the 
laws of the state or country where made. When the application is made as provided in this title 
by a person other than the inventor, the oath may be so varied in form that it can be made by 
him. 


§ 116. [Joint inventors] Jnventors. 
When an invention is made by two or more persons jointly, they shall apply for patent jointly 


and each sign the application and make the required oath, except as otherwise provided in this 
title. 
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If a joint inventor refuses to join in an application for patent or cannot be found or reached 
after diligent effort, the application may be made by the other inventor on behalf of himself and 
the omitted inventor. The Commissioner, on proof of the pertinent facts and after such notice to 
the omitted inventor as he prescribes, may grant a patent to the inventor making the application, 
subject to the same rights which the omitted inventor would have had if he had been joined. The 
omitted inventor may subsequently join in the application. 

Whenever [a person is joined in an application for patent as joint inventor through error, or 
a joint inventor is not included in an application through error] through error a person is named 
in an application for patent as the inventor, or through error an inventor is not named in an 
application, and such error arose without any deceptive intention on his part, the Commissioner 
may permit the application to be amended accordingly, under such terms as he prescribes. 


KR KEK 


CHAPTER 16-DESIGNS 


se ee % 


§ 173. Term of design patent. 


[Patents for designs may be granted for the term of three years and six months, or for seven 
years, or for fourteen years, as the applicant, in his application, elects.] 
Patents for designs shall be granted for the term of fourteen years. 


*** * * 


PART III-PATENTS AND PROTECTION OF PATENT RIGHTS 


*e¢e%4% 


CHAPTER 25-AMENDMENT AND CORRECTION OF PATENTS 


se ee 


§ 256. Misjoinder of inventor. 


[Whenever a patent is issued on the application of persons as joint inventors and it appears 
that one of such persons was not in fact a joint inventor, and that he was included as a joint 
inventor by error and without any deceptive intention, the Commissioner may, on application of 
all the parties and assignees, with proof of the facts and such other requirements as may be 
imposed, issue a certificate deleting the name of the erroneously joined person from the patent. 

[Whenever a patent is issued and it appears that a person was a joint inventor, but was omitted 
by error and without deceptive intention on his part, the Commissioner may, on application of 
all the parties and assignees, with proof of the facts and such other requirements as may be 
imposed, issue a certificate adding his name to the patent as a joint inventor. 

[The misjoinder or nonjoinder of joint inventors shall not invalidate a patent, if such error can 
be corrected as provided in this section. The court before which such matter is called in question 
may order correction of the patent on notice and hearing of all parties concerned and the 
Commissioner shall issue a certificate accordingly.] 


§ 256. Correction of named inventor. 


Whenever through error a person is named in an issued patent as the inventor, or through error 
an inventor is not named in an issued patent and such error arose without any deceptive intention 
on his part, the Commissioner may, on application of all the parties and assignees, with proof 
of the facts and such other requirements as may be imposed, issue a certificate correcting such 
error. The error of omitting inventors or naming persons who are not inventors shall not invalidate 
the patent in which such error occurred if it can be corrected as provided in this section. The 
court before which such matter is called in question may order correction of the patent on notice 
and hearing of all parties concerned and the Commissioner shall issue a certificate accordingly. 


CHAPTER 16-OWNERSHIP AND ASSIGNMENT 


see *% 


§ 261. Ownership; assignment. 


Subject to the provisions of this title, patents shall have the attributes of personal property. 

Applications for patent, patents, or any interest therein, shall be assignable in law by an 
instrument in writing. The applicant, patentee, or his assigns or legal representatives may in like 
manner grant and convey an exclusive right under his application for patent, or patents, to the 
whole or any specified part of the United States. 

A certificate of acknowledgment under the hand and official seal of a person authorized to 
administer oaths within the United States, or, in a foreign country, of a diplomatic or consular 
officer of the United States or an officer authorized to administer oaths whose authority is proved 
by a certificate of a diplomatic or consular officer of the United States, or apostille of an official 
designated by a foreign country which, by treaty or convention, accords like effect to apostilles 
of designated officials in the United States, shall be prima facie evidence of the execution of an 
assignment, grant or conveyance of a patent or application for patent. 
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An assignment, grant or conveyance shall be void as against any subsequent purchaser or 
mortgagee for a valuable consideration, without notice, unless it is recorded in the Patent and 
Trademark Office within three months from its date or prior to the date of such subsequent 
purchase or mortgage. 


CHAPTER 29-REMEDIES FOR INFRINGEMENT OF PATENT, 
AND OTHER ACTIONS 


Sec. 
281. Remedy for infringement of patent. 


294. Voluntary arbitration. 


§ 294. Voluntary arbitration. 


(a) A contract involving a patent or any right under a patent may contain a provision requiring 
arbitration of any dispute relating to patent validity or infringement arising under the contract. 
In the absence of such a provision, the parties to an existing patent validity or infringement 
dispute may agree in writing to settle such dispute by arbitration. Any such provision or agreement 
shall be valid, irrevocable, and enforceable, except for any grounds that exist at law or in equity 
for revocation of a contract. 

(b) Arbitration of such disputes, awards by arbitrators and confirmation of awards shall be 
governed by title 9, United States Code, to the extent such title is not inconsistent with this 
section. In any such arbitration proceeding, the defenses provided for under section 282 of this 
title shall be considered by the arbitrator if raised by any party to the proceeding. 

(c) An award by an arbitrator shall be final and binding between the parties to the arbitration 
but shall have no force or effect on any other person. The parties to an arbitration may agree 
that in the event a patent which is the subject matter of an award is subsequently determined to 
be invalid or unenforceable in a judgment rendered by a court to competent jurisdiction from 
which no appeal can or has been taken, such award may be modified by any court of competent 
jurisdiction upon application by any party to the arbitration. Any such modification shall govern 
the rights and obligations between such parties from the date of such modification. 

(d) When an award is made by an arbitrator, the patentee, his assignee or licensee shall give 
notice thereof in writing to the Commissioner. There shall be a separate notice prepared for 
each patent involved in such proceeding. Such notice shall set forth the names and addresses of 
the parties, the name of the inventor, and the name of the patent owner, shall designate the 
number of the patent, and shall contain a copy of the award. If an award is modified by a court, 
the party requesting such modification shall give notice of such modification to the Commissioner. 
The Commissioner shall upon receipt of either notice, enter the same in the record of the 
prosecution of such patent. If the required notice is not filed with the Commissioner, any party 
to the proceeding may provide such notice to the Commissioner. 

(e) The award shall be unenforceable until the notice required by subsection (d) is received 
by the Commissioner. 

*e eK 


TRADEMARK ACT OF 1946 


* ee * * 


Sec. 8 (a). Duration of registration-Cancelation at end of 6 years 
unless affidavit of use filed. 


Each certificate of registration shall remain in force for 20 years: Provided, That the registration 
of any mark under the provisions of this Act shall be canceled by the Commissioner at the end 
of 6 years following its date, unless within | year next preceding the expiration of such 6 years 
the registrant shall file in the Patent and Trademark Office an affidavit showing that said mark 
is [still] in use in commerce or showing that its nonuse is due to special circumstances which 
excuse such nonuse and is not due to any intention to abandon the mark. Special notice of the 
requirement for such affidavit shall be attached to each certificate of registration. 


Sec. 8(b). Cancelation of republished prier registrations unless 
affidavit of use filed. 


Any registration published under the provisions of subsection (c) of section 12 of this Act 
shall be canceled by the Commissioner at the end of 6 years after the date of such publication 
unless within | year next preceding the expiration of such 6 years and registrant shall file in the 
Patent and Trademark Office an affidavit showing that said marks is [still] in use in commerce 
or showing that its nonuse is due to special circumstances which excuse such nonuse and is not 
due to any intention to abandon the mark. 


*e ee * 
Sec. II. Acknowledgments and verifications. 


Acknowledgments and verifications required hereunder may be made before any person within 
the United States authorized by law to administer oaths, or, when made in a foreign country, 
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before any diplomatic or consular officer of the United States or before any official authorized 
to administer oaths in the foreign country concerned whose authority [shall] is proved by a 
certificate of a diplomatic or consular officer of the United States or apostille of an official 
designated by a foreign country which, by treaty or convention, accords like effect to apostilles 
of designated officials in the United States, and shall be valid if they comply with the laws of 
the state or country where made. 


* ee K 


Sec. 13. Opposition to registration of marks on the Principal Register. 


Any person who believes that he would be damaged by the registration of a mark upon the 
principal register may upon payment of the required fee, file [a verified] an opposition in the 
Patent and Trademark Office, stating the grounds therefor, within thirty days after the publication 
under subsection (a) of section 12 of this Act of the mark sought to be registered. Upon written 
request prior to the expiration of the thirty-day period, the time for filing opposition shall be 
extended for an additional thirty days, and further extensions of time for filing opposition may 
be granted by the Commissioner for good cause when requested prior to the expiration of an 
extension. The Commissioner shall notify the applicant 86 of each extension of the time for filing 
opposition. [An unverified opposition may be filed by a duly authorized attorney, but such 
opposition shall be null and void unless verified by the opposer within a reasonable time after 
such filing to be fixed by the Commissioner.] An opposition may be amended under such 
conditions as maybe prescribed by the Commissioner. 

SEC. 14. A [verified] petition to cancel a registration of a mark, stating the grounds relied 
upon, may, upon payment of the prescribed fee, be filed by any person who believes that he is 
or will be damaged by the registration of a mark on the principal register established by this 
Act, or under the Act of Mar. 3, 1881, or the Act of Feb. 20, 1905— 

(a) within five years from the date of the registration of the mark under this Act; or 

(b) within five years from the date of publication under section 12(c) hereof of a mark registered 
under the Act of Mar. 3, 1881, or the Act of Feb. 20, 1905; or 

(c) at any time if the registered mark becomes the common descriptive name of an article or 
substance, or has been abandoned, or its registration was obtained fraudulently or contrary to 
the provisions of section 4 or of subsections (a), (b), or (c) of section 2 of this Act for a registration 
hereunder, or contrary to similar prohibitory provisions of said prior Acts for a registration 
thereunder, or if the registered mark is being used by, or with the permission of, the registrant 
so as to misrepresent the source of the goods or services in connection with which the mark is 
used; or 

(d) at any time if the mark is registered under the Act of Mar. 3, 1881, or the Act of Feb. 20, 
1905, and has not been published under the provisions of subsection (c) of section 12 of this 
Act; or 

(e) at any time in the case of a certification mark on the ground that the registrant (1) does 
not control, or is not able legitimately to exercise control over, the use of such mark, or (2) 
engages in the production or marketing of any goods or services to which the certification mark 
is applied, or (3) permits the use of the certification mark for purposes other than to certify, or 
(4) discriminately refuses to certify or to continue to certify the goods or services of any person 
who maintains the standards or conditions which such mark certifies: 

Provided, That the Federal Trade Commission may apply to cancel on the 
grounds specified in subsections (c) and (e) of this section any mark regis- 
tered on the principal register established by this Act, and the prescribed 
fee shall not be required. 


Sec. 15. Incontestability under certain conditions of right to use mark. 


Except on a ground for which application to cancel may be filed at any time under subsections 
(c) and (e) of section 14 of this Act, and except to the extent, if any, to which the use of a mark 
registered on the principal register infringes a valid right acquired under the law of any State or 
Territory by use of a mark or trade name continuing from a date prior to the date of [the 
publication] registration under this Act of such registered mark, the right of the registrant to use 
such registered mark in commerce for the goods or services on or in conncection with which 
such registered mark has been in continuous use for 5 consecutive years subsequent to the date 
of such registration and is still in use in commerce, shall be incontestable: Provided, That— 

(1) there has been no final decision adverse to registrant’s claim of ownership of such 
mark for such goods or services, or to registrant’s right to register the same or to keep the 
same on the register; and 

(2) there is no proceeding involving said rights pending in the Patent Office or in a court 
and not finally disposed of; and 

(3) an affidavit is filed with the Commissioner within | year after the expiration of any 
such 5-year period setting forth those goods or services stated in the registration on or in 
connection with which such mark has been in continuous use for such 5 consecutive years 
and is still in use in commerce, and the other matters specified in subsections (1) and (2) 
hereof; and 

(4) no incontestable right shall be acquired in a mark which is the common descriptive 
name of any article or substance, patented or otherwise. 

Subject to the conditions above specified in this section, the incontestable right with reference 
to a mark registered under this Act shall apply to a mark registered under the Act of Mar. 3, 
1881, or the Act of Feb. 20, 1905, upon the filing of the required affidavit with the Commissioner 
within | year after the expiration of any period of 5 consecutive years after the date of publication 
of a mark under the provisions of subsection (c) of section 12 of this Act. 
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The Commissioner shall notify any registrant who files the above-prescribed affidavit of the 
filing thereof. 


Sec. 16. Interference. 


[Whenever application is made for the registration of a mark which so resembles a 
mark previously registered by another, or for the registration of which another has pre- 
viously made application, as to be likely when applied to the goods or when used in 
connection with the services of the applicant to cause confusion or mistake or to deceive, 
the Commissioner may declare that an interference exists.] Upon petition showing extraor- 
dinary circumstances, the Commissioner may declare that an interference exists when 
application is made for the registration of a mark which so resembles a mark previously 
registered by another, or for the registration of which another has previously made 
application, as to be likely when applied to the goods or when used in connection with 
the services of the applicant to cause confusion or mistake or to decieve. No interference 
shall be declared between an application and the registration of a mark the right to the 
use of which has become incontestable. 

* ee * * 


Aug. 27, 1982 


(H.R. 6260) 


§ 31. Fees 


Patent and Trade- 
mark Office 


(a) The Commissioner of Patents will establish fees for the filing and processing of an 
application for the registration of a trademark or other mark and for all other services 
performed by and materials furnished by the Patent and Trademark Office related to 
trademarks and other marks. [Fees will be set and adjusted by the Commissioner to recover 
in aggregate 50 per centum of the estimated average cost to the Office of such processing. 
Fees for all other services or materials related to trademarks and other marks will recover 
the estimated average cost to the Office of performing the service or furnishing the 
material.] However, no fee for the filing or processing of an application for the registration 
of a trademark or other mark or for the renewal or assignment of a trademark or other 
mark will be adjusted more than once every three years. No fee established under this 
section will take effect prior to sixty days following notice in the Federal Register. 

(b) The Commissioner may waive the payment of any fee for any service or material 
related to trademarks or other marks in connection with an occasional request made by 
a department or agency of the Government, or any officer thereof. The Indian Arts and 
Crafts Board will not be charged any fee to register Government trademarks of genuineness 


Appropriation 
Authorization 


and quality for Indian products or for products of particular Indian tribes and groups. 


*e EK * 


(52) Request fer Refunds 

In order to expedite the processing of refunds for payment 
of fees by actual mistake or in excess of the designated fees, 
attorneys and applicants requesting refunds should direct their 
correspondence to the attention of the “Refund Section, 
Accounting Division, Office of Finance.” This procedure 
should be followed whether the request is for a refund check 
or for a credit to the deposit account. The problems of mis- 
routing the request for a refund in the Patent and Trademark 
Office would be alleviated and the payment of refunds acceler- 
ated. 


BRADFORD R. HUTHER 
Assistant Commissioner 
for Finance & Planning 


[1024 OG 59 (11-23-82)] 


(53) Deposit Account Authorizations 

The rules of practice were amended effective Oct. 1, 1982, 
at 37 CFR 1.25(b) to state that: “A general authorization to 
charge all fees, or only certain fees, set forth in §§ 1.16 to 1.18 
to a deposit account may be filed in an individual application, 
either for the entire pendency of the application or with respect 
to a particular paper filed.” A general authorization would not 
apply to document supply fees under § 1.19, such as those 
required for certified copies; to post-issuance fees under § 1.20 
such as those required for maintenance fees; or to miscellaneous 
fees and charges under § 1.21, such as assignment recording 
fees. 

Many applications filed prior to Oct. 1, 1982, contain broad 
language authorizing any additional fees which might have 
been due to be charged to a deposit account. The Patent and 
Trademark Office does not interpret such broad authorizations, 
filed in an application on or after Oct. 1, 1982, will be inter- 
preted as authorization to charge the issue fee; as well as any 


other fee set forth in §§ 1.16, 1.17 or 1.18. Fees under sections 
1.19, 1.20 and 1.21 will not be charged as a result of a general 
authorization under section 1.25. 

It is recommended that authorizations to charge fees to 
deposit accounts include reference to the particular fees or fee 
sections of the rules which applicant intends to authorize. For 
example, if filing and processing fees under §§ 1.16 and 1.17 
only are intended to be included in the authorization, and not 
the issue fee under § 1.18, the authorization could read: “The 
Commissioner is hereby authorized to charge any fees under 
37 CFR 1.16 and 1.17 which may be required during the entire 
pendency of the application to Deposit Account No. a 
Such an authorization would clearly exclude issue fees under 
37 CFR 1.18 while including all the filing and processing fees 
listed in 37 CFR 1.16 and 1.17. Similarly, if it were intended 
to authorize the charging of fees relating only to a specific paper, 
the authorization could read “The Commissioner is hereby 
authorized to charge any fees under 37 CFR 1.16 and 1.17 
which may be required by this paper to Deposit Account 
No. .” Such authorizations would cover situations in 
which a check to cover a filing and processing fee under 37 
CFR 1.16 and 1.17 was omitted or was for an amount less than 
the amount required. 

It is extremely important that the authorization be clear and 
unambiguous. If applicants file authorizations which are ambig- 
uous and which deviate from the usual forms of authorizations, 
the Office may not interpret the authorizations in the manner 
applicants intend. In such cases applicants could be subject to 
further expenses, petitions, etc. in order to correct fees which 
were not charged as intended due to an ambiguous authoriza- 
tion. 


GERALD J. MOSSINGHOFF 
Commissioner of Patents 
and Trademarks 


July 1, 1983 


[1032 OG 32] 
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(54) Deposit Account Authorization to 


Charge Issue Fee 


This notice supplements the Official Gazette notice, dated 
July 1, 1983, published at 1032 O.G. 33 on July 26, 1983. 

The rules of practice were amended effective Oct. 1, 1982, 
at 37 CFR 1.25(b) to state that: “A general authorization to 
charge all fees, or only certain fees, set forth in 37 CFR 1.16 
to 1.18 to a deposit account may be filed in an individual 
application, either for the entire pendency of the application 
or with respect to a particular paper filed.” 

The Patent and Trademark Office will treat broad language 
to “charge any additional fees which may be required at any 
time during the prosecution of the application” as authorization 
to charge the issue fee on applications filed on or after Oct. 1, 
1982. 

Sept. 30, 1988 RENE D. TEGTMEYER 
Assistant Commissioner 
for Patents 


[1095 OG 44] 


(55) Unpaid Fee Checks 


Beginning Dec. 1, 1987, the Office will change the procedure 
for handling fee checks of attorneys and agents that are returned 
to the Office unpaid. Presently, when a check submitted as 
payment for an application, a processing, an issue or any other 
fee is returned to the Office unpaid, the Office of Finance sends 
a letter to the attorney or agent who represents the applicant, 
or to the applicant if unrepresented by an attorney or agent, 
enclosing the check and calling attention to the fact that the 
check was returned unpaid. Beginning Dec. 1, 1987, the Office 
of Finance will send a copy of its letter to the applicant if the 
letter is addressed to an attorney or agent. The prohibition of 
37 CFR §§ 1.33 and 2.18 against double correspondence is 
waived in view of the submission of a check that is returned 
unpaid to the Office. 

A registered patent attorney or agent who repeatedly submits 
checks that are returned unpaid through no fault of the bank 
may expect to have the matter referred to the Office of Enroll- 
ment and Discipline. 


DONALD W. PETERSON 
Deputy Commissioner 


Oct. 5, 1987 


[1083 TMOG 44] 


(56) Posting of Filing Fee Codes 

We are making a minor change in the recording of fees so 
that we can speed up the processing of mail. 

First, a brief explanation of the problem. Incoming mail to 
the PTO has soared. The number of envelopes received in the 
Mail Room in the first four months of this fiscal year is almost 
30% higher than for the same period last year. This sudden 
increase has taxed existing resources and a backlog has devel- 
oped. It takes a new employee over one year to become profi- 
cient in recognizing the hundreds of different types of 
documents entering the Office, the appropriate fee codes to 
apply, and the appropriate destination. 

One of the most time-consuming functions of the Mail Room 
initial review clerks is the determination of how many indepen- 
dent and dependent claims there are in a patent application 
so that the appropriate amounts can be coded for the basic 
application fee, the extra independent claim fee, the extra total 
claim fee, and the multiple dependent claim fee. This can 
involve a substantial amount of time in complicated cases, 
particularly when there are preliminary amendments. With over 
30,000 individual documents patent applications and all other 
mail to be processed and routed each day, such time-consuming 
delays have a severe adverse impact in moving all the work. 

So, effective immediately, we are making a change which 
will move the mail more quickly. Rather than go through the 
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time-consuming computation in the Mail Room to determine 
the amount to charge to each specific claim fee code, the 
total amount received will be recorded in one filing code. The 
detailed calculations will continue to be done later in the process 
where, in conjunction with the formality review of the applica- 
tion, the analysis takes place as to whether or not the fee 
submitted was correct. The individual charges remain the same 
and the information on claims contained in the application will 
continue to be reported on the application filing receipt without 
change. Here’s what would be seen on deposit account charges 
and checks: 


101-Includes amount for basic filing fee, extra independent 
claims, extra total claims, and multiple dependent claims, 
previously recorded as 101, 102, 103, and 104, respec- 
tively. 

201-Includes same items as above for small entity applications, 
previously recorded as 201, 202, 203, and 204. 

108-Includes same items as above for reissue applications, 
previously recorded as 108, 109, and 110. 

208-Includes same items as above for small entity reissue appli- 
cations, previously recorded as 208, 209, and 210. 

This revised procedure allows us to be more efficient. 

Mar. 31, 1988 THERESA A. BRELSFORD 

Assistant Commissioner 
for Administration 


[1089 OG 57] 


(57) Use of Metric System of Measurements 


in Patent Applications 


The ability of the United States to compete in world trade 
and improve our trade balance is becoming more important 
and more difficult each day as our competitors get stronger. 
Presently, the United States is the only industrial country which 
has not adopted the metric system of weights and measures. 
The lack of U.S. goods being produced and packaged under 
metric standards results in our country being at a competitive 
disadvantage in world markets. 

To improve our competitiveness, in the 1988 trade bill, Con- 
gress established metric as the Nation’s “preferred system of 
units for United States trade and commerce,” and set a 1992 
date for Federal agencies to complete their transition to metric 
uses in “procurement, grants and other business related activi- 
ties”. 

To implement the congressional designation of the metric 
system of measurement for U.S. trade and commerce, the Presi- 
dent on July 25, 1991, issued an Executive Order (Metric Usage 
in Federal Government Programs) for the Federal Government 
to lead the way in metric usage. The Department of Commerce 
has been designated as the lead agency responsible for coordi- 
nating usage by the Federal Government. 

The Patent and Trademark Office (PTO) does not currently 
require weights and measures in patent applications to be stated 
in the metric system. However, in Section 608.01 of the Manual 
of Patent Examining Procedure, all patent applicants are 
strongly encouraged to use either (1) only metric units or (2) 
inch-pound units together with their metric equivalents, when 
describing their inventions in the specifications of patent appli- 
cations. 

In the spirit of the Executive Order, the PTO reiterates and 
emphasizes strong encouragement for patent applicants to use 
the metric system of weights and measurements in patent appli- 
cations. At some future time when there has been a sufficient 
conversion to metric usage by U.S. research and development 
industries, the PTO will consider making it a requirement that 
patent applicants use metric units in patent applications. 

Jan. 15, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1135 OG 55} 





1194 TMOG 110 
(58) 


(58) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 and 10 
[Docket No. 920671-3225] 

RIN 0651-AA55 


Changes in Signature and Filing Requirements for 
Correspondence filed in the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce 

Action: Final rule; correction. 

Summary: The Patent and Trademark Office (Office) is cor- 
recting errors in the final rule which appeared in the Federal 
Register on Friday, October 22, 1993 (53 FR 54494). The 
regulations related to changes in signature and filing require- 
ments for correspondence filed in the patent and Trademark 
Office contained in parts 1,2 and 10. 

Effective Date: November 22, 1993. 

For Further Information Contact: Abraham Hershkovitz by 
telephone at (703) 305-9282, or by facsimile transmission at 
(703) 305-8825, or by mail marked to his attention and 
addressed to Office of the Assistant Commissioner for Patents, 
Box DAC, Washington, D.C. 20231 


Supplementary Information: 


Background 


The final regulations that are the subject of these corrections, 
make changes to the rules of practice relating to signatures and 
filing requirements for correspondence filed in the Patent and 
Trademark Office. 


Need for Correction 


As published, the final regulations contain errors, which may 
be misleading and are in need of clarification. Several sections 
r ting to receipt of facsimile transmissions in certain trade- 
mark documents were omitted. 


Correction of Publication 


Accordingly, the publication on October 22, 1993, of the 
final regulations (docket No. 920671-3225), which were the 
subject of FR Doc. 93-25864, is corrected as follows: 


1. On page 54494, in the second column, at the end of the first 
partial paragraph, the following sentence should be added: 
“This final relemaking also expands the acceptability of fac- 
simile transmission to certain trademark documents which were 
not part of the proposed rulemaking.” 


2. On page 54495, in the second column, after the first full 
paragraph, the following paragraphs should be added: “This 
final rulemaking also expands the acceptability of facsimile 
transmissions to certain trademark documents, not included in 
the propsed rulemaking. These additional documents are: 

(1) An affidavit showing that a mark is still in use or con- 
taining an excuse for nonuse under section 8 (a) or (b) or 
section 12 (c) of the Trademark Act, 15 U.S.C 1058(a), 1058(b), 
1062(c); 

(2) An application for renewal of a registration under section 
9 of the Trademark Act, 15 U.S.C. 1059; 

(3) In an application under section 1(b) of the Trademark 
Act, 15 U.S.C. 1051(b), the filing of an amendment to allege 
use in commerce under section I(c) of the Trademark Act, 15 
U.S.C. 1051(c); or the filing of a statement of use under section 
1(d)(1) of the Trademark Act, 15 U.S.C. 1051 (d)(1). 

The Certificate of Mailing or Transmission provisions of 
§ 1.8 do not apply to correspondence listed in (1) through (3) 
above, nor to the filing of corrrepondence in an international 
application before the U.S. Receiving Office, the U.S. Interna- 
tional Searching Authority, or the U.S. International Prelimi- 
nary Examining Authority or to the filing, in an application 
under section 1(b) of the Trademark Act, 15 U.S.C. 1051(b), 
of a request under section 1(d)(2) of the Trademark Act, 15 
U.S.C. 1051 (d)(2), for an extension of time to file a statement 
of use under 1(d)(1) of the Trademark Act, 15 U.S.C. 1051 
(d)(1). See 1.8(a) (v), (viii), (ix), (xi) and (xii). If the transmis- 
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sion of any of these documents is completed after midnight 
(Eastern time) of the due date, the papers are untimely” 


3. On page 54495, second column, in the first sentence of the 
second full paragraph, “2.51, 2.52 or 2.72” should be revised 
to read “or 2.21”. 


4. On page 54495, second column, at the end of the third full 
paragraph, the following sentence should be added: “This final 
rulemaking also expands the acceptability of specimens filed 
in conjuction with amendments to allege use under section 
I(c); statements of use under section 1(d); affidavits of use 
or excusable nonuse under section 8(a) or (b) or 12(c); and 
application for renewal under section 9 of the Trademark Act, 
15 U.S.C. 1051 (c) and (d); 1058 (a) and (b); 1062(c) and 
1059.” 


5. On page 54495, third column, in item numbered (2) §§ 2.51, 
2.52, or 2.72” should be revised to read “§ 2.21”. 


6. On the page 54495, third column, the item numbered “(3)” 
at the bottom of the column, should be removed. 


7. On page 54495, third column, the item numbered “(4)” at 
the bottom of the column, should be removed. 


8. On page 54495, third column, the item numbered “(5)” 
should be redesignated as “(3)”. 


9. On page 54495, the item numbered “(6)” should be removed. 


10. On page 54496, top of the first column, the item numbered 
“(7)” should be redesignated as “(4)”. 


11. On page 54496, top of the first column, the item numbered 
“(8)” should be redesignated as “(5)”. 


12. On page 54498, in lines 16 and 17, from the top of the 
third column, “2.51, 2.51, or 2.72” should be revised to read 
“or 221". 


13. On page 54498, in the third column, at the end of the first 
paragraph, the following sentence should be added: “However, 
the suggestion has been adopted to the extent that the Office 
will accept, via facsimile transmission, an affidavit showing 
that a mark is still in use or containing an excuse for nonuse 
under section 8 (a) or (b) or section 12(c) of the Trademark 
Act, 15 U.S.C. 1058(a), 1058(b), 1062(c); an application for 
renewal of a registration under section 9 of the Trademark Act, 
15 U.S.C. 1059; and in application under section 1(b) of the 
Trademark Act, 15 U.S.C. 1051(b), the filing of an amendment 
to allege use in commerce under section1(c) of the Trademark 
Act, 15 U.S.C. 1051(c); or the filing of a statement of use under 
section 1(d)(1) of the Trademark Act, 15 U.S.C. 1051(d)(1).” 


14. On page 54502, in section 1.603, lines 4 and 5 should be 
revised to read “§ 1.8(a)(2)(i)(A) through (D) and (F); 1.8 
(a)(2)(ii)(A) and (D); and 1.8(a)(2)(iii)(A)”. 


15. On page 54502, in section 1.8(a)(2) introductory text, the 
coma in the last line between “on” and “the” should be removed. 


BRUCE A. LEHMAN 

Assistant Secretary of Commerce 
and Commissioner 

of Patents and Trademarks 


November 27, 1993 


The corrected Final Rulemaking incorporating the changes 
identified above is set forth below. 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 and 10 
[Docket No. 90671-3225] 

RIN 0651-AA55 


Changes in Signature and Filing Requirements for Corre- 
spondence Filed in the Patent and Trademark Office 





JANUARY 7, 1997 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent and trademark cases 
to: specify the types of correspondence which will no longer 
require original signatures; provide for facsimile transmission 
of certain correspondence to the Office; discontinue use of the 
drop boxes at Crystal Plaza Building 3 and at the Department 
of Commerce Building in Washington, D.C.; and clarify other 
provisions with respect to practice before the Office. 
Effective Date: November 22, 1993. These rules will be appli- 
cable to all correspondence filed with the Office on or after 
the effective date. 

For Further Information Contact: Abraham Hershkovitz by 
telephone at (703) 305-9282, by facsimile transmission at (703) 
305-8825, or by mail marked to his attention and addressed to 
Office of the Assistant Commissioner for Patents, Box DAC, 
Washington, D.C. 20231. 

Supplementary Information: In a Notice of Proposed Rule- 
making published in the Federal Register at 57 FR 36034 
(August 12, 1992) and in the Patent and Trademark Office 
Official Gazette at 1142 Off. Gaz. Pat. Office 8-13 (September 
1, 1992), the Office proposed to amend the rules of practice 
in patent and trademark cases to simplify the manner in which 
correspondence may be transmitted to the Office and clarify 
other provisions with respect to practice before the Office. This 
rulemaking includes changes to expand those situations where 
a party can use the Certificate of Mailing or Transmission 
procedure, and minor technical modifications in Part 2 of Title 
37 of the Code of Federal Regulations which were not part of 
the proposed rulemaking. This rule making also expands the 
acceptability of facsimile transmissions to certain trademark 
documents which were not part of the proposed rulemaking. 

Written comments were submitted by twenty-two law firms, 
five individuals, nine corporations, two organizations and three 
agencies. An oral hearing was not conducted. 

The following includes a discussion of the rules being 
changed and the reasons for those changes, and an analysis of 
the comments received in response to the notice of proposed 
rule-making. 


Discussion of Specific Sections to be Changed or Added: 


(1) Types of Correspondence No longer Requiring Original 
Signatures (Section 1.4) 

Section 1.4 is amended to include a new paragraph (d) to 
specify that most correspondence filed in the Office, which 
requires a person’s signature, may be an original, or a copy 
thereof. See §§ 1.4 (e) and (f) for types of correspondence 
where the original must be filed in the Office. The word original, 
as used in this rulemaking, is defined as correspondence which 
is personally signed in permanent ink by the person whose 
signature appears thereon. Where copies of correspondence 
are acceptable, photocopies or facsimile transmissions may be 
filed. For example, a photocopy or facsimile transmission of 
an original of an amendment, declaration, petition, issue fee 
transmittal form, authorization to charge a deposit account, 
etc., may be submitted in a patent or trademark application. 
Furthermore, where copies are permitted, second and further 
generation copies (i.e., copy of a copy) are acceptable. The 
original, if not submitted to the Office, should be retained as 
evidence of proper execution in the event that questions arise 
as to the authenticity of the signature reproduced on the photo- 
copy or facsimile-transmitted correspondence. If a question of 
authenticity arises, the Office may require submission of the 
original. 

Section 1.4(e) identifies types of correspondence in which 
an original must be submitted to the Office. Where an original 
is required, copies are not acceptable and will not be accorded 
a receipt date. Correspondence, as referred to in this section, 
includes application forms for registration to practice before 
the Office and data sheets for the register of patent attorneys 
and agents. _ 

Section 1.4(f) provides that when a document that is required 
by statute to be certified must be filed (such as a certified copy 
of a foreign patent application, pursuant to 35 U.S.C. 119; a 
certified copy of an international application, pursuant to 35 
U.S.C. 365; a certified copy of a foreign trademark registration, 
pursuant to 15 U.S.C. 1126(e); a certified copy of a final court 
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order, pursuant to 15 U.S.C. 1119; or a certified copy of a U.S. 
trademark registration), a copy of the certification, including 
a photocopy or facsimile transmission, will not be acceptable. 
The requirement for an original certification does not apply to 
certifications such as required under §§ 1.8, 1.10, 1.60, 1.97(e) 
and 3.73(b), since these certifications are not required by statute. 

(2) Identification of Applications (Section 1.5) Section 1.5(a) 
is amended to make reference to the certificate procedure under 
§ 1.8 consistent with the new title for § 1.8. 

(3) Receipt of Correspondence (Section 1.6) 

A descriptive heading is added to each paragraph of § 1.6 
to identify the content of that paragraph. 

The phrase “correspondence” is used in § 1.6 since the terms 
“papers”, “letters” and “fees” all fall within the generic defini- 
tion of “correspondence”. 

Section 1.6(a) is amended to clarify that correspondence 
transmitted by facsimile on weekends or Federal holidays 
within the District of Columbia, will be accorded the next 
business day as the date of receipt. 

Sections 1.6(b) and (c) are amended to clarify that weekdays 
refer to any day except a Saturday, Sunday, or Federal holiday 
within the District of Columbia. 

Section 1.6(c) is amended to delete reference to the box 
locations in the lobby of Crystal Plaza Building 3, Arlington, 
Virginia, and at the Department of Commerce Building in 
Washington, D.C. The use of the drop boxes was discontinued 
on April 21, 1992, and the hours of operation for the attorney’s 
window were extended to midnight, the same hours the drop 
boxes were available. The public can now deposit correspon- 
dence with the Office and obtain an acknowledgment of receipt 
after normal business hours. See “Changes in How Papers May 
Be Filed in the Patent and Trademark Office”, 1137 Off. Gaz. 
Pat. Office 7 (April 7, 1992). 

Use of the drop boxes at Crystal Plaza Building 3 and Depart- 
ment of Commerce Building locations had caused problems 
for both the public and the Office. Occasionally, it had been 
difficult to determine the dates of actual deposit-of correspon- 
dence in the boxes. On occasion, Office employees and/or 
members of the public had been denied access to the drop box 
at the Department of Commerce by building security guards 
due to a special event taking place at the Department. Addition- 
ally, there were instances of correspondence being found out- 
side of the drop boxes (e.g., on the floor of the main lobby of 
the Department of Commerce Building, on the guard’s desk, 
on a nearby table, etc.). As a result, on occasion, the Office 
lacked confidence in assigning correct dates of receipt to corre- 
spondence deposited in the boxes at Crystal Plaza Building 3 
and at the Department of Commerce Building. Given these 
difficulties, and the fact that the necessity for these boxes has 
been greatly diminished as a result of the facsimile transmission 
and certificate of mailing procedures,!.6(c) is amended by 
deleting reference to the drop boxes at Crystal Plaza Building 
3 and the Department of Commerce Building. 

A new section 1.6(d) is added to specify the types of corre- 
spondence which may be transmitted by facsimile and former 
§ 1.6(d) is revised to be consistent with § 1.8(b) and redesig- 
nated as § 1.6(e). The widespread use of facsimile transmission 
and the resulting time saved in correspondence between appli- 
cants and the Office prompted the Office to establish a trial 
program to accept facsimile transmission of certain correspon- 
dence. The policy on “Filing of Certain Papers and Authoriza- 
tions to Charge Deposit Accounts by Facsimile Transmission” 
was published at 1096 Off. Gaz. Pat. Office 30 (November 15, 
1988) and was supplemented in the notice “Filing of Certain 
Papers with the Board of Patent Appeals and Interferences by 
Facsimile Transmission” published at 1108 Off. Gaz. Pat. 
Office 15 (November 14, 1989). The policy on “Filing of 
Certain Trademark Papers and Authorizations to Charge 
Deposit Accounts by Facsimile Transmission” was published 
at 1123 Off. Gaz. TM. Office 18 (February 12, 1991). In light 
of the success of the trial program, a policy on acceptance 
of facsimile transmission is incorporated into § 1.6(d). The 
situations where transmission of correspondence by facsimile 
is permitted have been increased over those permissible under 
the trial program outlined above. The situations where transmis- 
sions by facsimile remain prohibited are identified in 1.6(d)(1)- 
(9). Prohibitions cover situations where originals are required 
as specified in §§ 1.4 (e) and (f), and situations where accepting 
a facsimile transmission would be unduly burdensome on the 
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Office. As a courtesy, the Office will attempt to notify senders 
whenever correspondence is sent to the Office by facsimile 
transmission that falls within one of these prohibitions. Senders 
are cautioned against submitting correspondence by facsimile 
transmission which is not permitted under § 1.6(d) since such 
correspondence will not be accorded a receipt date. 

This final rulemaking expands the acceptability of facsimile 
transmission to certain patent interference proceedings, not 
included in the proposed rulemaking, to reflect the practice set 
forth at 1108 Off. Gaz. Pat. Office 15 (November 14, 1989). 

This final rulemaking also expands the acceptability of fac- 
simile transmission to certain trademark documents, not include 
in the proposed rulemaking. These addditional documents are: 

(1) An affidavit showing that a mark is still in use or con- 
taining an excuse for nonuse under section 8(a) or (b) or section 
12(c) of the Trademark Act, 15 U.S.C. 1058(a), 1058(b), 
1062(c); 

(2) An application for renewal of a registration under section 
9 of the Trademark Act, 15 U.S.C. 1059; 

(3) In an application under section 1(b) of the Trademark 
Act, 15 U.S.C.°1051(b), the filing of an amendment to allege 
use in commerce under section 1(c) of the Trademark Act, 15 
U.S.C. 1051(c); or the filing of a statement of use under section 
1(d)(1) of the Trademark Act, 15 U.S.C. 1051(d)(1). 

The Certificate of Mailing or Transmission provisions of § 
1.8 do not apply to correspondence listed in (1)-(3) above, nor 
to the filing of correspondence in an international application 
before the U.S. Receiving Office, the U.S. International 
Searching Authority, or the U.S. International Preliminary 
Examining Authority or to the filing, in an application under 
section 1(b) of the Trademark Act, 15 U.S.C. 1051(b), of a 
request under section 1(d)(2) of the Trademark act, 15 U.S.C. 
1051 (d)(2), for an extension of time to file a statement of use 
under section 1(d)(1) of the Trademark Act, 15 U.S.C. 1051 
(d)(1). See §§ 1.8 (a)(2)()(E) and 1.8 (a)(2)(i)(B), (C), (E) 
and (F). If the transmission of any of these documents is com- 
pleted after midnight (Eastern time) of the due date, the papers 
are untimely. 

Under § 1.6(d)(4) as adopted in this final rulemaking, draw- 
ings submitted under §§ 1.81, 1.83-1.85, 1.152, 1.165, 1.174, 
1.437, or 2.21 may not be filed by facsimile in patent and 
trademark applications. The experience of the Office is that 
the quality of the drawings received by facsimile transmission 
is generally not sufficient to comply with the drawing require- 
ments set forth in these rules. However, applicants may submit 
by facsimile transmission proposed drawing corrections for 
approval by the Office. 

In trademark proceedings, the facsimile transmission of spec- 
imens in response to an Office action will be permitted. Fac- 
simile-transmitted specimens must be legible in order to be 
accepted and examined as specimens. This final rulemaking 
also expands the acceptability of specimens filed in conjunction 
with amendments to allege use under section 1(c); statements 
of use under section 1(d); affidavits of use or excusable nonuse 
under section 8 (a) or (b) or 12(c); and applications for renewal 
under section 9 of the Trademark Act. 15 U.S.C. 1051 (c) and 
(d); 1058 (a) and (b); 1062(c) and 1059. 

The date of receipt accorded to any correspondence permitted 
to be sent by facsimile transmission is the date the complete 
transmission is received by an Office facsimile unit, unless the 
transmission is completed on a Saturday, Sunday, or Federal 
holiday within the District of Columbia. Correspondence for 
which transmission was completed on a Saturday, Sunday, or 
Federal holiday within the District of Columbia, will be 
accorded a receipt date of the next succeeding day which is 
not a Saturday, Sunday, or Federal holiday within the District 
of Columbia. For example, a facsimile transmission to the 
Office from California starting on a Friday at 8:45 p.m. Pacific 
time and taking 20 minutes, would be completed at 9:05 p.m. 
Pacific time. The complete transmission would be received in 
the Office around 12:05 a.m. Eastern time on Saturday. The 
receipt date accorded to the correspondence is the date of the 
following business day, which in this case, would be Monday 
(assuming that Monday was not a Federal holiday within the 
District of Columbia). 

The following lists itemize types of correspondence which 
may not be filed by facsimile transmission, and, if submitted 
by facsimile, will not be accorded a date of receipt: 
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Correspondence Relative to Patents and Patent Applica- 
tions Where Filing by Facsimile Transmission is Not per- 
mitted 


(1) A document that is required by statute to be certified; 

(2) A national patent application specification and drawing 
or other correspondence for the purpose of obtaining an applica- 
tion filing date; 

(3) Drawings submitted under §§ 1.81, 1.83-1.85, 1.152, 
1.165, 1.174, or 1.437; 

(4) Correspondence in an interference which an examiner- 
in-chief orders to be filed by hand or “Express Mail”; 

(5) Agreements between parties to an interference under 35 
U.S.C. 135(c); 

(6) Correspondence to be filed in an interference proceeding 
which consists of a preliminary statement under § 1.621; a 
transcript of a deposition under § 1.676 or of interrogatories, 
cross-interrogatories, or recorded answers under 1.684(c); or 
an evidentiary record and exhibits under § 1.653; 

(7) Correspondence to be filed in a patent application subject 
to a secrecy order under §§ 5.1-5.8 of this chapter and directly 
related to the secrecy order content of the application; 

(8) An international application for patent; 

(9) A copy of the international application and the basic 
national fee necessary to enter the national stage, as specified 
in § 1.494(b) or § 1.495(b); 

(10) A request for reexamination under § 1.510. 


Correspondence Relative to Trademark Registrations and 
Trademark Applications Where Filing by Facsimile Trans- 
mission is Not Permitted 


(1) The filing of a trademark application; 

(2) Drawings submitted under § 2.21; 

(3) A petition to cancel a registration of a mark under section 
14, subsection (1) or (2) of the Trademark Act, 15 U.S.C. 1064; 

(4) Request for cancellation or amendment of a registration 
under section 7(e) of the Trademark Act, 15 U.S.C. 1057(e); 
and certificates of registration surrendered for cancellation or 
amendment under section 7(e) of the Trademark Act, 15 U.S.C. 
1057(e); 

(5) Correspondence to be filed with the Trademark Trial and 
Appeal Board, except the notice of ex parte appeal. 


Correspondence Relative to Practitioner Registrations, 
Investigations, and Disciplinary Proceedings Where Filing 
by Facsimile Transmission is Not Permitted 


Correspondence requiring a person’s signature and relating 


to: 

(1) Registration to practice before the Patent and Trademark 
Office in patent cases; 

(2) Enroilment and disciplinary investigations; or 

(3) Disciplinary proceedings. 

(4) Certificate of Mailing or Transmission Procedure 

(Section 1.8) 

The title of § 1.8 is changed from Certificate of Mailing to 
Certificate of Mailing or Transmission so as to include facsimile 
transmission. 

Section 1.8(a) prescribes procedures for the use of a certifi- 
cate of mailing or transmission to file papers or fees in the 
Office by first class mail or by facsimile transmission. The 
description of the Certificate of Mailing or Transmission prac- 
tice is set forth in § 1.8(a)(1), and the list of exceptions to the 
certificate practice is found in § 1.8(a)(2). The phrase papers 
or fees “in § 1.8(a) is changed to correspondence” since both 
“papers and “fees” fall within the generic definition of corre- 
spondence. Paragraphs (a) and (b) of § 1.8 are amended to 
include correspondence transmitted by facsimile. In the event 
that correspondence is filed by facsimile transmission, it is 
recommended that the sending facsimile machine generate a 
report confirming transmission for each transmission session. 
This report should be retained by the applicant, along with the 
correspondence used as the original, as evidence of content 
and date of transmission. Paragraph (a)(2) of § 1.8 is amended 
to include separate headings for correspondence which relate 
to patents, trademarks and disciplinary proceedings. The 
sequence of some of the paragraphs found in 1.8(a)(2) has been 
changed in order to have those paragraphs listed under the 
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appropriate heading. The ability to use the Certificate of Mailing 
or Transmission procedures has been expanded to the filing of 
an affidavit under section 15, subsection (3) of the Trademark 
Act, 15 U.S.C. 1065(3), the filing of a notice of election to 
proceed by civil action in an inter partes proceeding under 35 
U.S.C. 141 or 15 U.S.C. 1071(a)(1), in response to another 
party’s appeal to the Court of Appeals for the Federal Circuit, 
the filing of a notice and reasons of a under 35 U. S.C. 
142 or a notice of appeal under 15 U.S.C. 1071(a)(2), and the 
filing of a statement under 42 U.S.C. 2182 or 42 U.S.C. 2457(c). 

Paragraph (a)(2)(vi) of § 1.8 is redesignated as paragraph 
(a)(2)(x) and amended to refer to section 14(1) or 14(2) of the 
Trademark Act, 15 U.S.C. 1064, to conform with the numbering 
of the Trademark Law Revision Act of 1988. Other sections 
of paragraph (a)(2) of § 1.8 are amended to identify the types 
of correspondence which will not receive the benefit of a certifi- 
cate of mailing or transmission. 

Paragraph (b) of § 1.8 outlines procedures to be followed 
to document the timely filing of correspondence in accordance 
with § 1.8(a) where such correspondence is not received by 
the Office. The phrase “correspondence or fees” in § 1.8(b) is 
changed to “correspondence” since “fees” fall within the 
generic definition of “correspondence”. Before adoption of this 
final rule, 1.8(b) required that the party forwarding the corre- 
spondence or fee include a declaration, under §§ 1.68 or 2.20 
of this chapter, attesting to the previous timely mailing or 
transmission. In order to be consistent with other sections in 
Parts 1 and 2 of this chapter, the practice under § 1.8(b) is 
amended to permit a practitioner, as defined in § 10.1(r), to 
submit a statement rather than an oath or declaration under 
§§ 1.68 or 2.20 of this chapter. New paragraph (c) of § 1.8 is 
added to explicitly provide for a requirement for additional 
evidence relating to the mailing or transmission of correspon- 
dence in accordance with paragraph (a) of this section. The 
Office may invoke this requirement when it is deemed appro- 
priate to establish an actual date of mailing or transmission. 
See, e.g., In re Klein, 6 USPQ2d 1547 (Comm’r Pat. 1987), 
aff'd sub nom. Klein v. Peterson, 696 F. Supp. 695, 8 USPQ2d 
1434 (D.D.C. 1988), aff'd 866 F.2d 412, 9 USPQ2d 1558 (Fed. 
Cir.), cert. denied, 490 U.S. 1091 (1989). 

(5) Time for Appeal or Civil Action (Section 1.304) 

In section 1.304. paragraphs (a) and (c) are amended to delete 
a statement that use of the certificate procedure under § 1.8 is 
prohibited so as to be consistent with changes to § 1.8. Also, 
a cross reference to 1.658 in paragraph (a) is clarified. 

(6) Submission of Maintenance Fees (Section 1.366) 

Section 1.366(b) is amended by deleting the words “of 
mailing” to conform with the new title for § 1.8. 

(7) Filing Date of Application for Extension of Patent Term 
Section 1.741(a) Section 1.741(a) is amended to conform with 
the new title for the certificate procedure under § 1.8. 

(8) Appeal to Court and Civil Action (Section 2.145) 

Sections 2.145(c)(3) and 2.145(d)(1) are amended to conform 
with the revised list of types of correspondence excluded from 
the certificate of mailing or transmission procedure set out in 
§ 1.8. Formerly, the notice of election to proceed by civil action 
in an inter partes proceeding under 35 U.S.C. 141 or section 
21(a)(1) of the Trademark Act, 15 U.S.C. 1071(a)(1), and the 
filing of notice and reasons of appeal under 35 U.S.C. 142 or 
a notice of appeal under section 21(a)(2) of the Trademark Act, 
15 U.S.C. 1071(a)(2), were specifically excluded, under §§ 
1.8(a)(2) (viii) and (ix), respectively, from the certificate of 
mailing procedure. Since these notices are no longer excluded 
under amended § 1.8(a)(2), sections 2.145(c)(3) and 2.145(d)(1) 
are amended to conform with § 1.8 by deleting the last sentence 
which provided that the certificate of mailing procedure was 
not available. 

(9) Reconsideration of Affidavit or Declaration (Section 
2.165) Section 2.165(a)(1) is amended to refer to the new title 
for the certificate procedure under § 1.8 of this chapter. 

(10) Signature and Certificate of Practitioner (Section 10.18) 
Section 10.18 is modified to clarify signature requirements for 
correspondence signed by practitioners. The reference to § 1.4 
of this chapter will make it apparent that copies, including 
photocopies or facsimile transmissions, of correspondence 
signed by practitioners will be accepted under appropriate cir- 
cumstances. 

(11) Misconduct (Section 10.23(c)) 
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Section 10.23(c) is amended to refer to the new title for the 
certificate procedure under § 1.8 of this chapter. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 

Comment: In order to clarify how the Office will treat a copy 
of a paper, one comment suggested changing the second sen- 
tence in proposed § 1.4(d) to indicate that, except as provided 
in §§ 1.4 (e) and (f), a copy would be treated by the Office as 
if the original had been filed. 

Response: While the suggested language was not adopted, the 
rule was modified to clarify that, except as provided in §§ 1.4 
(e) and (f), an original or a copy thereof may be filed. The 
tules as stated in this final rulemaking are clear that, where an 
original is not required, a paper filed will be treated in the 
same way regardless of whether it is an original or a copy. 
Comment: Five comments objected to a perceived requirement 
in § 1.4(d) that the color of ink used for signing a paper be 
different from the printing on the paper. 

Response: Proposed § 1.4(d) did not require that the color of 
ink used for signing a paper be different from the printing on 
the paper. The suggested use of different colors of ink is a 
preferred procedure for distinguishing between an original and 
a copy. However, in order to avoid further confusion, the sug- 
gestion that a different color of ink be used has been deleted. 
Comment: One comment recommended that the issue of signa- 
ture authenticity end upon issuance of a patent in order to 
reduce the need to keep files in storage for long periods of 
time and to remove the burden on applicants of having to 
retrieve files from storage. 

Response: Once a patent issues, the Office is not likely to 
inquire into any matters related to signature authenticity of 
correspondence filed in that patent application. Nevertheless, 
on rare occasions, a question of signature authenticity might 
arise after issuance of a patent. Applicants must therefore make 
their own decisions as to how long to retain originals. 
Comment: Two comments questioned the justification for pro- 
posed § 1.4(e) requiring originals to be submitted in interna- 
tional patent applications. 

Response: Section 1.4(e), as adopted, does not prohibit the 
filing of photocopies in an international patent application. 
With regard to facsimile transmissions, Patent Cooperation 
Treaty (PCT) Rule 92.4, as revised on July 1, 1992, permits 
the filing by facsimile of certain correspondence related to an 
international patent application. However, as indicated in 
§§ 1.6(d)(3), 1.8(a)(2)(iv) and 1.8(a)(2)(vi), the filing by fac- 
simile is not permitted in the following situations relative to 
international applications for patent: (1) the filing of an interna- 
tional application for patent and (2) the filing of a copy of the 
international application and the basic national fee necessary to 
enter the national stage, as specified in §§ 1.494(b) or 1.495(b). 

Applicants are cautioned, however, that the Certificate of 
Mailing or Transmission provisions of § 1.8 do not apply to 
correspondence filed in an international application before the 
U.S. Receiving Office, the U.S. International Searching 
Authority, or the U.S. International Preliminary Examining 
Authority, regardless of whether the correspondence was filed 
by mail or facsimile transmission. See § 1.8(a)(2)(5). 
Comment: One comment suggested that, in applications filed 
under § 1.60, the certification that the application and papers 
being filed are true copies of those filed in the parent application 
should be excluded from the original signature requirement. 
Response: Filing of copies of statements under § 1.60 as well 
as certifications under §§ 1.8, 1.10, 1.97(e) and 3.73(b) will 
be permitted. The certified documents referred to in § 1.4(f) 
are those which are required to be certified by statute (e.g., 
certified documents under 35 U.S.C. 119). 

Comment: One comment questioned whether routine papers 
could be photocopied with a practitioner’s signature thereon 
with appropriate information being filled in later by another 
person. 

Response: Section 10.18(a) states that the signature of a prac- 
titioner, on correspondence filed, constitutes a certificate that 
the correspondence has been read by the practitioner. Accord- 
ingly, the photocopying of papers with a practitioner’s signature 
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thereon and subsequently having appropriate information filled 
in by another person, is not authorized or permitted under the 
rules. 

Comment: One comment questioned whether a docket clerk 
could use a signature stamp of a registered attorney on a trans- 
mittal letter. 

Response: Section 10.18(a) states that correspondence filed by 
a practitioner must be personally signed by that practitioner. 
Accordingly, use of a signature stamp of a registered attorney 
by a docket clerk would not be permitted. 

Comment: Two comments suggested that the facsimile trans- 
mission practice be further liberalized to permit scanned-in 
signatures to be affixed to facsimile or electronically transmitted 
correspondence. The personal, handwritten signature would be 
affixed on a copy of the transmitted correspondence which 
would be kept by the applicant or his or her representative. 
Response: The Office is actively considering acceptance of 
electronically filed applications and papers related thereto. See 
“Electronic Filing of Patent and Trademark Applications” pub- 
lished at 57 FR 56537 (November 30, 1992) and 1145 Off. 
Gaz. Pat. Office 378 (December 22, 1992). Until an acceptable 
program is established, every paper, requiring a signature, filed 
in the Office, regardless of the manner in which it was trans- 
mitted, will have to be a paper which was signed by the person 
whose signature appears thereon, or be a copy thereof. Scanned 
signatures affixed to papers which were not personally signed 
will not be permitted at this time. 

Comment: One comment indicated that proposed § 1.5(a) 
appeared to be contrary to PCT Article 27(1) in that it added 
the additional requirement not set forth in the PCT of requiring 
correspondence concerning an international application to iden- 
tify the international application number. 

Response: PCT Rule 92.1 requires any paper relating to an 
international application to identify the international application 
to which it relates. In order to ensure prompt and proper associa- 
tion of correspondence with the intended application file, it is 
essential to use the application number on all papers. The 
practice (which was not a new one added in this rulemaking) 
is a mere implementation of the requirement in PCT Rule 
92.1 and is not contrary to PCT Article 27(1) as no additional 
requirement is being placed on applicants. 

Comment: Two comments recommended an increase from two 
weeks to 30 days or one month in the period provided in § 
1.5(a) for resubmission of correspondence. 

Response: The two-week period provided in § 1.5(a) is to enable 
applicants to provide the necessary identifying data where such 
data was not provided during the original submission. This is 
intended to permit immediate resubmission and no additional 
time is deemed to be necessary. Extending this period to 30 
days would unnecessarily delay prosecution of applications. 
Comment: Section 1.5(a) suggests that all letters directed to 
the Office concerning applications for patents should also state 
“Patent Application”. One comment suggested that § 1.5(a) 
be amended to replace the restrictive reference to a “Patent 
Application” to read “identifying the correspondence a relating 
to a patent application”. 

Response: In order to make it easier for Office employees 
handling incoming correspondence to direct mail, § 1.5(a) rec- 
ommends that letters relating to a patent application should 
state “Patent Application”. The suggestion in the comment 
was not adopted since uniformity in the reference to “Patent 
Application” is desirable. Furthermore, this suggested labeling 
is not a requirement as evidenced by the use of the word 
“should” rather than “must”. 

Comment: Section 1.5(a) states that “No correspondence 
relating to an application should be filed prior to when notifica- 
tion of the application number is received from the Patent and 
Trademark Office”. One comment suggested that the phrase 
“notification of the application number” was not adequately 
defined as it was not clear if applicants had to wait for the 
official filing receipt before information disclosure statements 
or other papers could be filed. 

Response: The phrase “notification of the application number” 
as used in 1.5(a) includes any manner in which an applicant 
becomes aware of the application number. The phrase is pur- 
posely broad and is not limited to the mailing of an official 
filing receipt. Rather, it includes a return post card which has 
an application number stamped thereon. The reasoning behind 
the statement in § 1.5(a) that no correspondence should be 
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filed prior to notification of the application number is that 
correspondence received without an application number is diffi- 
cult to match with the appropriate file. Further defining the 
phrase “notification of the application number” in 1.5(a) is not 
warranted. 

Comment: One comment suggested defining a business day as 
Monday through Friday, except for Federal holidays in the 
District of Columbia. 

Response: It is not clear which section the comment was 
directed to, but § 1.6 indicates that no correspondence will be 
received by the Office on Saturdays, Sundays or Federal holi- 
days within the District of Columbia. Since the language has 
not created problems in the past, the suggestion will not be 
adopted. 

Comment: Two comments suggested amending § 1.6(c) to indi- 
cate the hour of operation of the “walk-up window”. 
Response: Specifying in the regulations the hours of operation 
of the “walk-up window” is unnecessary. The hours of operation 
have been published in Official Gazette announcements and if 
those hours are changed in the future, the new schedule will 
published. Should the hours of operation of the “walk-up 
window” be changed due to unforeseen circumstances (i.e., 
snow emergency, etc.), a sign will be posted at the “walk-up 
window” giving an alternate location to deposit correspondence 
for the Office. 

Comment: Two comments requested that the Office reconsider 
and withdraw the proposal to eliminate the mail drop box at 
the guard’s desk at the Department of Commerce Building in 
Washington, D. C. 

Response: As indicated in the notice of proposed rulemaking, 
members of the public were occasionally denied access to the 
drop box at the Department of Commerce. Additionally, the 
Office lacked confidence in assigning correct dates of receipt 
to correspondence deposited in the box as a result of instances 
when correspondence was found outside of the drop box. Fur- 
ther, since there are many ways to file papers with the Office 
(i.e., certificate of mailing or transmission, Express Mail, fac- 
simile transmission, longer hours at the “walk-up-window”), 
there is no need to maintain an off-site drop box. 

Comment: One comment suggested that the Office publish 
phone numbers for facsimile machines at various locations, 
(i.e., Publishing Division, various examining groups, etc.), in 
order to enable the public to direct their transmissions to a 
particular location, rather than a central location. 

Response: The suggestion has been adopted. See “Patent and 
Trademark Office (PTO) Information Contacts”, 1 149 Off. Gaz. 
Pat. Office 67 (April 27, 1993). The Office will publish in the 
Official Gazette periodic updates of this list. 

Comment: Three comments advocated a further expansion of 
the facsimile transmission practice to permit transmission of 
any paper which did not require an original signature. 
According to the comment, it was difficult to understand why 
the Office would not permit facsimile transmission of certain 
papers directly to the Office, but would accept those same 
papers if transmitted by facsimile to a third party who then 
hand-delivered the papers to the Office. 

Response: The only papers, not requiring an original signature 
or certification, which the Office will not accept by facsimile 
transmission are those which, for various reasons, would cause 
an undue burden on the Office. For example, papers submitted 
for the purpose of obtaining an application filing date are often 
rather voluminous difficult to collate and would create ineffi- 
ciencies in tying up the Office facsimile machines for long 
periods of time. In addition, there is a time and content criticality 
to papers filed for the purpose of obtaining a filing date which 
is not shared by other types of papers. Another example would 
be drawings submitted under §§ 1.81, 1.83-1.85, 1.152, 1.165, 
1.174, 1.437, or 2.21. Experience has shown that the quality 
of drawings received by facsimile transmission would typically 
result in an objection by the Official Draftsman. Disputes might 
arise at that point as to whether the cause of the poor quality 
was applicant’s transmitting unit or the receiving unit of the 
Office. Hence, the Office will continue to prohibit facsimile 
transmission of certain papers as specified in § 1.6(d). However, 
the suggestion has been adopted to the extent that the office 
will accept, via facsimile transmission, an affidavit showing 
that a mark is still in use or containing an excuse for nonuse 
under section 8(a) or (b) or section 12 (c) of the Trademark 
Act, 15 U.S.C. 1058(a), 1058(b), 1062(c); an application for 
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renewal of a registration under section 9 of the Trademark Act, 
15 U.S.C. 1059; and in an application under section 1(b) of 
the Trademark Act, 15 U.S.C. 1051(b), the filing of an amend- 
ment to allege use in commerce under section I(c) of the 
Trademark Act, 15 U.S.C. 1051(c); or the filing of a statement 
of use under section 1(d)(1) of the Trademark Act, 15 U.S.C. 
1051 (d)(1). 

Comment: Section 1.6(d) states that the receipt date accorded 
to a paper transmitted by facsimile will be the date on which 
the complete transmission is received in the Office. Three 
comments objected to this language by arguing that this practice 
discriminated against West Coast practitioners and gave an 
advantage to East Coast practitioners because the West Coast 
practitioners had only until 9 P.M. to complete a transmission 
in order to receive the benefit of that day’s filing. 

Response: The facsimile transmission practice is similar to 
regular mail practice. Thus, a West Coast practitioner depositing 
correspondence with the local postal service without a certifi- 
cate of mailing will receive as a receipt date the date on which 
the Office receives the correspondence, rather than the date on 
which the correspondence was deposited. Similarly, a paper 
transmitted by facsimile will be accorded, as the date of receipt, 
the date on which the complete transmission was received in 
the Office, unless the date of receipt is a Saturday, Sunday, or 
Federal holiday within the District of Columbia, in which case, 
the date of receipt will be the next business day. 

The certificate practice provided in § 1.8, on the other hand, 
permits the sender to indicate on the correspondence the date 
of mailing or transmission from the sender’s perspective, which 
date would then be effective to meet a deadline set for response. 
Use of the certificate of mail or transmission is applicable to 
correspondence submitted by mail and correspondence trans- 
mitted by facsimile. If transmitted by facsimile, the person 
signing the certificate certifies the expectation that the transmis- 
sion would be initiated before midnight, local time. 

By way of example, a West Coast practitioner preparing a 
response on the last day of the period for response would have 
to use the § 1.8 certificate of mailing procedure or the § 1.10 
Express Mail procedure, for the response to be considered 
timely, if the correspondence was sent by way of the U. S. Postal 
Service. If the practitioner chose to send the correspondence by 
facsimile on the last day for response and the transmission was 
started before 9:00 p.m. Pacific time, but was completed after 
9:00 p.m. Pacific time, the Office would accord that correspon- 
dence a receipt date as of the next business day, which would 
be after the period for response expired because the Office 
would have received the correspondence after midnight Eastern 
time of the last day for response. However, if the practitioner 
affixed a certificate of transmission to the correspondence sent 
by facsimile transmission, indicating that the correspondence 
was being transmitted on the last day in the period for response, 
then the correspondence would be considered timely filed. 

As another example, a transmission started before midnight, 
Pacific time, on the last day for response and having a certificate 
of transmission affixed thereto, would be considered timely 
filed even though the transmission was completed after mid- 
night, Pacific time and was received in the Office the day after 
the deadline for response. 

Comment: One comment suggested replacing “drawings” in 
§ 1.6(d)(4) with “formal drawings” for clarity. 

Response: The suggestion has not been adopted because the 
phrase “formal drawings” does not find support or antecedent 
basis in sections referred to in § 1.6(d)(4). 

Comment: One comment objected to the perceived requirement 
for a certificate of transmission in order for a facsimile-trans- 
mitted document to be accorded a date of receipt. 

Response: The receipt date accorded to correspondence eligible 
for facsimile transmission, whether containing a certificate of 
transmission or not, will be the date of receipt in the Office 
of the complete transmission (unless that date is a Saturday, 
Sunday, or Federal holiday within the District of Columbia, in 
which case the date accorded will be the next business day). 
The certificate of transmission, if used, is for purposes of estab- 
lishing timely filing if the correspondence is transmitted within 
the period for response but is (1) received in the Office after 
expiration of the period for response, or (2) lost or (3) not 
received by the Office. 

Comment: One comment requested clarification as to what 
constituted a “complete transmission” as used in § 1.6(d). 
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Response: The context in which the phrase “complete transmis- 
sion” was used in 1.6(d) was to indicate that the transmission 
was finished. For example, if page | of a ten-page facsimile 
transmission is received in the Office at 11:55 p.m. ona Tuesday 
and page 10 ofthat transmission is received at 12:05 a.m. 
Wednesday, the receipt date accorded to that correspondence 
will be the date of that Wednesday. (This example assumes 
that Wednesday is not a Federal holiday within the District of 
Columbia). 

Comment: One comment questioned whether a confirmation 
in the sender’s facsimile machine that the entire facsimile was 
received constituted sufficient proof that a transmission was 
complete. 

Response: A confirmation by the sender’s facsimile machine 
is evidence that a transmission was made. As such, the confir- 
mation will be considered together with any other evidence 
presented when questions of filing by facsimile transmission 
arise. It is therefore suggested that a certificate of transmission 
be used to enable the sender to rely on the procedures set forth 
in § 1.8(b). 

Comment: One comment requested clarification as to what 
constituted an incomplete, faulty or illegible facsimile. Also, 
if an incomplete transmission was sent near the end of the 
period for response, will the sender be able to rely on the date 
the facsimile was initially transmitted, or would the sender 
have to rely on § 1.137 to revive the application if it became 
abandoned? 

Response: If an incomplete, faulty or illegible facsimile trans- 
mission is received, that correspondence will be treated by the 
Office in the same manner that a comparably incomplete, faulty 
or illegible piece of correspondence would be treated if the 
correspondence were hand-delivered or mailed to the Office. 
Whether the application would be held abandoned upon receipt 
of an incomplete facsimile transmission or whether an opportu- 
nity would be provided to complete the transmission will be 
decided on a case-by-case basis using the same standards that 
are currently used - for example, for incomplete responses to 
Office actions, see § 1.135(c). 

Comment: One comment indicated that the proposed practice 
of not accepting papers related to international applications if 
transmitted by facsimile and the indication that papers trans- 
mitted by facsimile, when prohibited, may be disposed of is 
contrary to PCT practice wherein PCT expressly provides for 
facsimile transmission of such papers and when not acceptable, 
an opportunity to correct is provided. 

Response: PCT does not mandate acceptance of facsimile trans- 
missions; it merely authorizes their acceptance. See PCT Rule 
92.4(h). Additionally, as indicated above, the suggestion that 
the Office permit facsimile transmission of correspondence 
relative to an already filed international application has been 
adopted to a large extent. 

There is no provision in PCT to provide an opportunity for 
correction when correspondence is filed by facsimile in spite 
of a refusal by a national Office to accept that type of correspon- 
dence by facsimile. As with national applications, the Office 
will attempt to notify senders whenever a facsimile transmission 
received is of a type which the Office has not agreed to accept 
by facsimile. Senders are cautioned against submitting such 
correspondence by facsimile transmission since the correspon- 
dence will not be accorded a filing date or date of receipt in 
the Office. 

Comment: One comment suggested changing the phrase “Cer- 
tificate of Transfer” in § 1.8 to “Certificate of Transmittal” or 
“Certificate of Sending” because “transfer” typically implies 
transfer of ownership interest in patents or trademarks. 
Response: While each phrase has its own advantages and draw- 
backs, the suggestion will not be adopted. Nevertheless, in 
order to avoid confusion, this rulemaking leaves the old “Certif- 
icate of Mailing” intact, while adding “or Transmission” to 
include correspondence filed by facsimile transmission. 
Comment: In the notice of proposed rulemaking, it was recom- 
mended that the facsimile machine transmission report be 
retained by the sender along with the correspondence used as 
the original, as evidence of content and date of transfer. One 
comment indicated that the correspondence used as the original 
can only be retained using the older stand-alone type of fac- 
simile machine, since there is no such physical document with 
the newer in-computer facsimile cards. 

Response: Section 1.4(d)(2) provides for submission of copies, 
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e.g., by facsimile, of originals as defined in § 1.4(d)(1). Section 
1.4(d)(2) does not provide for transmission of unsigned corre- 
spondence from a computer. While 1.4(d)(2) does not require 
the sender to retain the original, there may be occasions when 
the sender will have to document the date and content of a 
document previously filed by facsimile transmission. The rec- 
ommendation made in the notice of proposed rulemaking will 
apply to any situation where a paper document served as the 
original from which a facsimile was transmitted. If a facsimile 
transmission by using a computer is desired, a paper copy of 
the document to be transmitted may be printed out, signed and 
retained by the sender as evidence of content of the document 
transmitted. Once signed, if filing of a copy is permitted, the 
document could be scanned into the computer and facsimile 
transmitted to the Office. 
Comment: In proposed section 1.8(a)(1) published in the Fed- 
eral Register, paragraphs (i) and (ii) were joined with the alter- 
native “or” to indicate that correspondence could be filed by 
being deposited with the U. S. Postal Service or transmitted 
by facsimile. This same section was published in the Official 
Gazette, by having paragraphs (i) and (ii) joined with the con- 
nective “and”. Numerous comments, received apparently from 
individuals who saw the proposed rules in the Official Gazette, 
objected to the requirement that, in order to receive benefits 
under § 1.8, correspondence transmitted by facsimile also had 
to be mailed. 
Response: Section 1.8(a)(1) as published in the Federal Register 
was correct, while the version published in the Official Gazette 
contained a typographical error. Hence, §§ 1.8(a)(1)(i) (A) and 
(B), as adopted in this rulemaking, make clear that the certificate 
of mailing or transmission practice will be applicable to corre- 
spondence mailed or sent by facsimile. The Office discourages 
the practice of having the same papers submitted by both 
methods as this practice would result in unnecessary duplication 
of papers and processing requirements. 
Comment: One comment indicated that since all facsimile trans- 
missions include the date and time of the actual facsimile 
transmission, the Office should not require a certificate of 
transmission, in order to get the benefit of an earlier filing 
date under § 1.8(a), when correspondence is transmitted by 
facsimile. 
Response: The Office is concerned that some older machines 
may not print the date and time of the actual transmission. 
Furthermore, even on the new machines the date and time 
printed by the sending unit may not always be correct, particu- 
larly after a temporary electrical disconnection, change in time, 
etc. Hence, for purposes of being considered timely filed, if 
the sender wishes to obtain the benefits of a date earlier than 
the date the complete transmission is received in the Office, 
the correspondence must include a certification in accordance 
with § 1.8(a). 

A suggested format for a Certificate of Mailing and a Certifi- 
cate of Transmission under § 1.8, to be included with the 
correspondence, is reproduced below: 


Certificate of Mailing 


I hereby certify that this correspondence is being deposited 
with the United States Postal Service with sufficient postage 
as first class mail in an envelope addressed to: 


Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Signature 


Typed or printed name 
of person signing certificate 
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Certificate of Transmission 


I hereby certify that this correspondence is being facsimile 
transmitted to the Patent and Trademark Office: 


on 


Signature 


Typed or printed name 
of person signing certificate 


OTHER CONSIDERATIONS 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12291 and 12612 and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et Seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal 
impact of these changes is to incorporate existing Office policy 
into the regulations, permit the filing of certain correspondence 
without an original signature and permit the filing of certain 
correspondence by facsimile transmission. 

The Office has determined that these rule changes are not 
major rules under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. There will be 
no major increase in costs or prices for consumers, individuals, 
industries, Federal, state or local government agencies, or geo- 
graphic regions because most of the changes reduce procedural 
burdens. There will be no significant effects on competition, 
employment, investment, productivity, innovation, or on the 
ability of United States-based enterprises to compete with for- 
eign-based enterprises in domestic or export markets. 

The Office has also determined that these changes have no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

These rule changes contain collection-of-information 
requirements subject to the Paperwork Reduction Act of 1980, 
44 U.S C. 3501 et seq., which have previously been approved 
by the Office of Management and Budget under Control Nos. 
0651-0009 and 0651-0011. The public reporting burden for 
these collections of information for Certificates of Mailing or 
Transmission is estimated to average 0.1 hours each, including 
the time for reviewing instructions, searching existing data 
sources, gathering and maintaining the data needed, and com- 
pleting and reviewing the collections of information. Send com- 
ments regarding these burden estimates, or any other aspect 
of these collections of information, including suggestions for 
reducing the burden, to Abraham Hershkovitz, Office of the 
Assistant Commissioner for Patents, Box DAC, Washington, 
D.C. 20231, and to the Office of Information and Regulatory 
Affairs, Office of Management and Budget, Washington, D.C. 
20503 (ATTN: Paperwork Reduction Act Projects 0651-0009 
and 0651-0011). 


List of Subjects 
37 CFR Part 1 
Administrative practice and procedure, Freedom of informa- 
tion, Inventions and patents, Reporting and record keeping 


requirements. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


37 CFR Part 10 
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Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 

For the reasons set out in the preamble, and pursuant to the 
authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, parts 
1, 2 and 10 of title 37 of the Code of Federal Regulations are 
amended as set forth below: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. In Section 1.4, the title is revised and paragraphs (d) through 
(f) are added to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 


RR OR 


(d) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in a patent or 
trademark application, reexamination proceeding, patent or 
trademark interference proceeding, patent file or trademark 
registration file, trademark opposition proceeding, trademark 
cancellation proceeding, or trademark concurrent use pro- 
ceeding, which requires a person’s signature, must either: 

(1) be an original, that is, have an original signature person- 
ally signed in permanent ink by that person; or 

(2) be a copy, such as a photocopy or facsimile transmis- 
sion (§ 1.6(d)), of an original. In the event that a copy of the 
original is filed, the original should be retained as evidence of 
authenticity. If a question of authenticity arises, the Patent and 
Trademark Office may require submission of the original. 

(e) Correspondence requiring person’s signature and relating 
to registration to practice before the Patent and Trademark 
Office in patent cases, enrollment and disciplinary investiga- 
tions, or disciplinary proceedings must be submitted with an 
original signature personally signed in permanent ink by that 
person. 

(f) When a document that is required by statute to be certified 
must be filed, a copy, including a photocopy or facsimile trans- 
mission, of the certification is not acceptable. 


3. Section 1.5(a) is revised to read as follows: 
§ 1.5 Identification of application, patent or registration. 


(a) No correspondence relating to an application should be 
filed prior to when notification of the application number is 
received from the Patent and Trademark Office. When a letter 
directed to the Patent and Trademark Office concerns a pre- 
viously filed application for a patent, it must identify on the 
top page in a conspicuous location, the application number 
(consisting of the series code and the serial number, e.g., 07/ 
123,456), or the serial number and filing date assigned to that 
application by the Patent and Trademark Office, or the interna- 
tional application number of the international application. Any 
correspondence not containing such identification will be 
returned to the sender where a return address is available. The 
returned correspondence will be accompanied with a cover 
letter which will indicate to the sender that if the returned 
correspondence is resubmitted to the Patent and Trademark 
Office within two weeks of the mail date on the cover letter, 
the original date of 

(a) No correspondence relating to an application should be 
filed prior to when notification of the application number is 
received from the Patent and Trademark Office. When a letter 
directed to the Patent and Trademark Office concerns a pre- 
viously filed application for a patent, it must identify on the 
top page in a conspicuous location, the application number 
(consisting of the series code and the serial number, e.g., 07/ 
123,456), or the serial number and filing date assigned to that 
application by the Patent and Trademark Office, or the interna- 
tional application number of the international application. Any 
correspondence not containing such identification will be 
returned to the sender where a return address is available. The 
returned correspondence will be accompanied with a cover 
letter which will indicate to the sender that if the returned 
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correspondence is resubmitted to the Patent and Trademark 
Office within two weeks of the mail date on the cover letter, 
the original date of receipt of the correspondence will be consid- 
ered by the Patent and Trademark Office as the date of receipt 
of the correspondence. Applicants may use either the Certificate 
of Mailing or Transmission procedure under § 1.8 or the Express 
Mail procedure under § 1.10 for resubmissions of returned 
correspondence if they desire to have the benefit of the date 
of deposit in the United States Postal Service. If the returned 
correspondence is not resubmitted within the two-week period, 
the date of receipt of resubmission will be considered to be 
the date of receipt of the correspondence. The two-week period 
to resubmit the returned correspondence will not be extended. 
If for some reason returned correspondence is resubmitted with 
proper identification later than two weeks after the return 
mailing by the Patent and Trademark Office, the resubmitted 
correspondence will be accepted but given its date of receipt. 
In addition to the application number, all letters directed to the 
Patent and Trademark Office concerning applications for patent 
should also state “PATENT APPLICATION,” the name of the 
applicant, the title of the invention, the date of filing the same, 
and if known, the group art unit or other unit within the Patent 
and Trademark Office responsible for considering the letter 
and the name of the examiner or other person to which it has 
been assigned. 


SESE 


4. In section 1.6, is revised, to read as follows: 
§ 1.6 Receipt of correspondence. 


(a) Date of receipt and Express Mail date of deposit. 
Correspondence received in the Patent and Trademark Office 
is stamped with the date of receipt except as follows: 

(1) No correspondence is received in the Patent and Trade- 
mark Office on Saturdays, Sundays or Federal holidays within 
the District of Columbia; 

(2) Correspondence filed in accordance with § 1.10 will 
be stamped with the date of deposit as “Express Mail” with 
the United States Postal Service unless the date of deposit is 
a Saturday, Sunday, or Federal holiday within the District of 
Columbia in which case the date stamped will be the next 
succeeding day which is not a Saturday, Sunday, or Federal 
holiday within the District of Columbia; 

(3) Correspondence transmitted by facsimile to the Patent 
and Trademark Office will be stamped with the date on which 
the complete transmission is received in the Patent and Trade- 
mark Office unless that date is a Saturday, Sunday, or Federal 
holiday within the District of Columbia, in which case the date 
stamped will be the next succeeding day which is not a Saturday, 
Sunday, or Federal holiday within the District of Columbia. 


(b) Patent and Trademark Office Post Office pouch. 

Mail placed in the Patent and Trademark Office pouch up 
to midnight on any day, except Saturdays, Sundays and Federal 
holidays within the District of Columbia, by the post office at 
Washington, D.C., serving the Patent and Trademark Office, is 
considered as having been received in the Patent and Trademark 
Office on the day it was so placed in the pouch by the U.S. 
Postal Service. 

(c) Correspondence delivered by hand. 

In addition to being mailed, correspondence may be delivered 
by hand during hours the Office is open to receive correspon- 
dence. 

(d) Facsimile transmission. 

Except in the cases enumerated below, correspondence, 
including authorizations to charge a deposit account, may be 
transmitted by facsimile. The receipt date accorded to the corre- 
spondence will be the date on which the complete transmission 
is received in the Patent and Trademark Office, unless that 
date is a Saturday, Sunday, or Federal holiday within the District 
of Columbia. See § 1.6(a)(3). To facilitate proper processing, 
each transmission session should be limited to correspondence 
to be filed in a single application or other proceeding before 
the Patent and Trademark Office. The application number of 
a patent or trademark application, the control number of a 
reexamination proceeding, the interference number of an inter- 
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ference proceeding, the patent number of a patent, or the regis- 
tration number of a trademark should be entered as a part of 
the sender’s identification on a facsimile cover sheet. Facsimile 
transmissions are not permitted and if submitted, will not be 
accorded a date of receipt, in the following situations: 

(1) Correspondence as specified in § 1.4(e), requiring an 
original signature; 

(2) Certified documents as specified in § 1.4(f); 

(3) Correspondence which cannot receive the benefit of 
the certificate of mailing or transmission as specified in §§ 
1.8(a)(2)(i)(A) through (D) and (F); 1.8 (a)(2)(ii)(A) and (D); 
and 1.8 (a)(2)(iii)(A); 

(4) Drawings submitted under §§ 1.81, 1.83 through 1.85, 
1.152, 1.165, 1.174, 1.437, 2.51, 2.52, or 2.72; 

(5) A request for reexamination under § 1.510; 

(6) Correspondence to be filed in a patent application 
subject to a secrecy order under §§ 5.1 through 5.8 of this 
chapter and directly related to the secrecy order content of the 
application; 

(7) Requests for cancellation or amendment of a registra- 
tion under section 7(e) of the Trademark Act, 15 U.S.C. 1057(e); 
and certificates of registration surrendered for cancellation or 
amendment under section 7(e) of the Trademark Act, 15 U.S.C. 
1057(e); 

(8) Correspondence to be filed with the Trademark Trial 
and Appeal Board, except the notice of ex parte appeal; 

(9) Correspondence to be filed in an interference pro- 
ceeding which consists of a preliminary statement under § 
1.621; a transcript of a deposition under § 1.676 or of interroga- 
tories, cross-interrogatories, or recorded answers under § 
1.684(c); or an evidentiary record and exhibits under § 1.653. 

(e) Interruptions in U.S. Postal Service. 

If interruptions or emergencies in the United States Postal 
Service which have been so designated by the Commissioner 
occur, the Patent and Trademark Office will consider as filed 
on a particular date in the Office any correspondence which 
is: 

(1) Promptly filed after the ending of the designated inter- 
ruption or emergency; and 

(2) Accompanied by a statement indicating that such corre- 


spondence would have been filed on that particular date if it 
were not for the designated interruption or emergency in the 
United States Postal Service. Such statement must be a verified 
statement if made by a person other than a practitioner as 
defined in § 10.1(r) of this chapter. 


5. Section 1.8 is revised to read as follows: 
§ 1.8 Certificate of mailing or transmission. 


(a) Except in the cases enumerated in paragraph (a)(2) of 
this section, correspondence required to be filed in the Patent 
and Trademark Office within a set period of time will be 
considered as being timely filed if the procedure described in 
this section is followed. The actual date of receipt will be used 
for all other purposes. 

(1) Correspondence will be considered as being timely 
filed if: 

(i) the correspondence is mailed or transmitted prior to 
expiration of the set period of time by being: 

(A) deposited with the U.S. Postal Service with suffi- 
cient postage as first class mail addressed to the Commissioner 
of Patents and Trademarks, Washington, D.C. 20231; or 

(B) transmitted by facsimile to the Patent and Trade- 
mark Office in accordance with § 1.6(d); and 

(ii) the correspondence includes a certificate for each 
piece of correspondence stating the date of deposit or transmis- 
sion. The person signing the certificate should have reasonable 
basis to expect that the correspondence would be mailed or 
transmitted on or before the date indicated. 

(2) The procedure described in paragraph (a)(1) of this 
section does not apply to, and no benefit will be given to a 
Certificate of Mailing or Transmission on the following: 

(i) Relative to Patents and Patent Applications 

A. The filing of a nationa! patent application specifi- 
cation and drawing or other correspondence for the purpose of 
obtaining an application filing date; 
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B. The filing of correspondence in an interference 
which an examiner-in-chief orders to be filed by hand or 
“Express Mail”; 

C. The filing of agreements between parties to an 
interference under 35 U.S.C. 135(c); 

D. The filing of an international application for 
patent; 

E. The filing of correspondence in an international 
application before the U.S. Receiving Office, the U.S. Interna- 
tional Searching Authority, or the U.S. International Prelimi- 
nary Examining Authority; 

F. The filing of a copy of the international application 
and the basic national fee necessary to enter the national stage, 
as specified in § 1.494(b) or § 1.495(b). 

(ii) Relative to Trademark Registrations and Trademark 
Applications 

A. The filing of a trademark application; 

B. The filing of an affidavit showing that a mark is 
still in use or containing an excuse for nonuse under section 
8 (a) or (b) or section 12(c) of the Trademark Act, 15 U.S.C. 
1058(a), 1058(b), 1062(c); 

C. The filing of an application for renewal of a regis- 
tration under section 9 of the Trademark Act, 15 U.S.C. 1059; 

D. The filing of a petition to cancel a registration of 
a mark under section 14, subsection (1) or (2) of the Trademark 
Act, 15 U.S.C. 1064; 

E. In an application under section 1(b) of the Trade- 
mark Act, 15 U.S.C. 1051(b), the filing of an amendment to 
allege use in commerce under section 1(c) of the Trademark 
Act, 15 U.S.C. 1051(c); or the filing of a statement of use under 
section 1(d)(1) of the Trademark Act, 15 U.S.C. 1051(d)(1); 

F. In an application under section 1(b) of the Trade- 
mark Act, 15 U.S.C. 1051(b), the filing of a request under 
section 1(d)(2) of the Trademark Act, 15 U.S.C. 1051(d)(2), 
for an extension of time to file a statement of use under section 
1(d)(1) of the Trademark Act, 15 U.S.C. 1051(d)(1). 

(ili) Relative to Disciplinary Proceedings 

A. Correspondence filed in connection with a disci- 
plinary proceeding under Part 10 of this chapter. 

B. Reserved. 

(b) In the event that correspondence is considered timely filed 
by being mailed or transmitted in accordance with paragraph (a) 
of this section, but not received in the Patent and Trademark 
Office, and the application is held to be abandoned or the 
proceeding dismissed, terminated, or decided with prejudice, 
the correspondence will be considered timely if the party who 
forwarded such correspondence: 

(1) informs the Office of the previous mailing or transmis- 
sion of the correspondence promptly after becoming aware that 
the Office has no evidence of receipt of the correspondence, 

(2) supplies an additional copy of the previously mailed 
or transmitted correspondence and certificate, and 

(3) includes a statement which attests on a personal knowl- 
edge basis or to the satisfaction of the Commissioner to the 
previous timely mailing or transmission. Such statement must 
be a verified statement if made by a person other than a prac- 
titioner as defined in § 10.1(r) of this chapter. If the correspon- 
dence was sent by facsimile transmission, a copy of the sending 
unit’s report confirming transmission may be used to support 
this statement. 

(c) The Office may require additional evidence to determine 
if the correspondence was timely filed. 


6. Section 1.304 paragraphs (a) and (c) are revised to read as 
follows: 


§ 1.304 Time for appeal or civil action. 


(a)(1) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
of the Board of Patent Appeals and Interferences. If a request 
for reconsideration or modification of the decision is filed 
within the time period provided under § 1.197(b) or § 1.658(b), 
the time for filing an appeal or commencing a civil action shall 
expire two months after action on the request. In interferences, 
the time for filing a cross-appeal or cross-action expires: 

(i) 14 days after service of the notice of appeal or the 
summons and complaint, or 
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(ii) Two months after the date of decision of the Board 

of Patent Appeals and Interferences, whichever is later. 

(a)(2) The time periods set forth in this section are not subject 
to the provisions of §§ 1.136, 1.550(c) or § 1.645 (a) or §§ 
(b). (a)(3) The Commissioner may extend the time for filing 
an appeal or commencing a civil action: 

(i) For good cause shown if requested in writing before 
the expiration of the period for filing an appeal or commencing 
a civil action, or 

(ii) Upon written request after the expiration of the 
period for filing an appeal or commencing a civil action upon 
a showing that the failure to act was the result of excusable 
neglect. 


KO 


(c) If a defeated party to an interference has taken an appeal 
to the U.S. Court of Appeals for the Federal Circuit and an 
adverse party has filed notice under 35 U.S.C. 141 electing to 
have all further proceedings conducted under 35 U.S.C. 146 
(§ 1.303(c)), the time for filing a civil action thereafter is 
specified in 35 U.S.C. 141. The time for filing a cross-action 
expires 14 days after service of the summons and complaint. 


7. Section 1.366(b) is revised to read as follows: 


§ 1.366 Submission of maintenance fees. 


Seeee 


(b) A maintenance fee and any necessary surcharge submitted 
for a patent must be submitted in the amount due on the date 
the maintenance fee and any necessary surcharge are paid and 
may be paid in the manner set forth in § 1.23 or by an authoriza- 
tion to charge a deposit account established pursuant to § 1.25. 
Payment of a maintenance fee and any necessary surcharge or 
the authorization to charge a deposit account must be submitted 
within the periods set forth in § 1.362 (d), (e) or (f). Any 
payment or authorization of maintenance fees and surcharges 
filed at any other time will not be accepted and will not serve 
as a payment of the maintenance fee except insofar as a delayed 
payment of the maintenance fee is accepted by the Commis- 
sioner in an expired patent pursuant to a petition filed under 
§ 1.378. Any authorization to charge a deposit account must 
authorize the immediate charging of the maintenance fee and 
any necessary surcharge to the deposit account. Payment of 
less than the required amount, payment in a manner other than 
that set forth in § 1.23, or the filing of an authorization to 
charge a deposit account having insufficient funds will not 
constitute payment of a maintenance fee or surcharge on a 
patent. The certificate procedures of either §§ 1.8 or 1.10 may 
be utilized in paying maintenance fees and any necessary sur- 
charges. 


Seee% 


8. Section 1.741, paragraph (a) is revised to read as follows: 
§ 1.741 Filing date of application. 


(a) The filing date of an application for extension of patent 
term is the date on which a complete application is received 
in the Patent and Trademark Office or filed pursuant to the 
“Certificate of Mailing or Transmission” provisions of 37 CFR 
1.8 or “Express Mail” provisions of 37 CFR 1.10. 


Seee% 
PART 2-RULES OF PRACTICE IN TRADEMARK CASES 


9. The authority citation for 37 CFR Part 2 continues to read 


as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


10. Section 2.145 is amended by revising Paragraphs C(3) and 
D(1) to read as follows: 
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§ 2.145 Appeal te Court and Civil Action. 


sees 


(c) *** 

(3) Any adverse party to an appeal taken to the U.S. Court 
of Appeals for the Federal Circuit by a defeated party in an 
inter partes proceeding may file a notice with the Commissioner 
within twenty days after the filing of the defeated party’s notice 
of appeal to the court (paragraph (b) of this section), electing 
to have all further proceedings conducted as provided in section 
21(b) of the Act. The notice of election must be served as 
provided in § 2.119. 


eR 


(d) Time for appeal or civil action. 

(1) The time for filing the notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit (paragraph (b) of this 
section), or for commencing a civil action (paragraph (c) of 
this section), is two months from the date of the decision of 
the Trademark Trial and Appeal Board or the Commissioner, 
as the case may be. If a request for rehearing or reconsideration 
or modification of the decision is filed within the time specified 
in §§ 2.127(b), 2.129(c) or § 2.144, or within any extension 
of time granted thereunder, the time for filing an appeal or 
commencing a civil action shall expire two months after action 
on the request. In inter partes cases, the time for filing a cross- 
action or a notice of a cross-appeal expires 

(i) 14 days after service of the notice of appeal or the 
summons and complaint; or 

(ii) two months from the date of the decision of the 
Trademark Trial and Appeal Board or the Commissioner, 
whichever is later. 


11. Section 2.165(a)(1) is revised to read as follows: 


§ 2.165 Reconsideration of Affidavit or Declaration 

(a)(1) If the affidavit or declaration filed pursuant to § 2.162 
is insufficient or defective, the affidavit or declaration will 
be refused and the registrant will be notified of the reason. 
Reconsideration of the refusal may be requested within six 
months from the date of the mailing of the action. The request 
for reconsideration must state the grounds for the request. A 
supplemental or substitute affidavit or declaration required by 
section 8 of the Act of 1946 cannot be considered unless it is 
filed before the expiration of six years from the date of the 
registration or from the date of publication under section 12(c) 
of the Act. The Certificate of Mailing or Transmission“ proce- 
dure provided by § 1.8 does not apply to affidavits or declara- 
tions or to supplemental or substitute affidavits or declarations 
filed under section 8(a) or (b) of the Act, but the certificate 
by “Express Mail” procedure provided by § 1.10 does apply 
thereto. 


eee 


PART 10-REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


12. The authority citation for 37 CFR Part 10 continues to read 
as follows: 

Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32 
41. 


13. Section 10.18, is revised to read as follows: 


§ 10.18 Signature and certificate of practitioner. 


(a) Except where a copy, including a photocopy or facsimile 
transmission, of a personally signed piece of correspondence 
is permitted to be filed pursuant to § 1.4 of this chapter, every 
piece of correspondence filed by a practitioner on behalf of 
himself or herself or representing an applicant or a party to a 
proceeding in the Patent and Trademark Office must bear an 
original signature personally signed in permanent ink by such 
practitioner except for correspondence which is required to be 
signed by the applicant or party. The signature of a practitioner 
on correspondence filed by the practitioner, regardless of 
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whether the correspondence has an original signature or is 
a copy, including a photocopy or facsimile transmission, of 
correspondence bearing an original signature, constitutes a cer- 
tificate that: 

(1) The correspondence has been read by the practitioner; 

(2) The filing of the correspondence is authorized; 

(3) To the best of practitioner’s knowledge, information, 
and belief, there is good ground to support the correspondence, 
including any allegations of improper conduct contained or 
alleged therein; and 

(4) The correspondence is not interposed for delay. 

(b) Any practitioner knowingly violating the provisions of 
this section is subject to disciplinary action. See § 10.23(c)(15). 


14. Section 10.23, paragraph (c)(9), is revised to read as follows: 


10.23 Misconduct 


EEE 


(c) RE 


(9) Knowingly misusing a “Certificate of Mailing or 
Transmission” under 1.8 of this chapter or a certificate of 
“Express Mail” under § 1.10 of this chapter. 


OE 


Oct. 15, 1993 BRUCE A. LEHMAN 
Assistant Secretary of Commerce 
and Commissioner of Patents 


and Trademarks 


[1157 OG 86] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 961030301-6301-01] 
RIN 0651-AA55 


Changes in Signature and Filing Requirements for 
Correspondence Filed in the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce. 

Action: Correcting amendment. 

Summary: This document contains a further correction to the 
final regulations which were published Friday, October 22, 
1993 (58 FR 54494). The regulations related to the changes in 
signature and filing requirements for correspondence filed in 
the Patent and Trademark Office. The correction re-inserts part 
of a rule (37 CFR 1.741) that was inadvertently deleted when 
the rule was amended. 

Effective Date: December 3, 1996. 

For Information Contact: Karin Tyson by telephone at (703) 
305-9285; by mail marked to her attention and addressed to 
the Assistant Commissioner for Patents, Box COMMENTS - 
PATENTS, Washington, D.C. 20231; or by fax marked to her 
attention at (703) 308-6916. 


Supplementary Information: 
Bac ind 


The final regulation that is the subject of this correction was 
revised to change “Certificate of Mailing” to “Certificate of 
Mailing or Transmission” in 37 CFR 1.741(a) as published at 
58 FR 54494 (October 22, 1993), corrected at 58 FR 64154 
(December 6, 1993), and in the Official Gazette of the Patent 
and Trademark Office at 1156 Off. Gaz. Pat. Office 61 
(November 16, 1993), corrected at 1157 Off. Gaz. Pat. Office 
87 (December 28, 1993). 


Need for Correction 


As published, the final regulation inadvertently deleted the 
last sentence of the first paragraph of paragraph (a) of Rule 
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741 and paragraphs (a)(1) — (a)(6). 
Paperwork Reduction Act Statement 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act (PRA) 
unless that collection of information displays a currently valid 
OMB control number. 

OMB has approved the collection of the information required 
by this rule under OMB # 0651-0020. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Freedom of Informa- 
tion, inventions and patents, Reporting and record keeping 
requirements. 


PART 1—RULES OF PRACTICE IN PATENT CASES 


Accordingly, 37 CFR Part | is corrected by making the 
following correcting amendment: 


1. The authority citation for 37 CFR part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. In § 1.741, paragraph (a) is revised to read as follows: 
§ 1.741 Filing date of application. 


(a) The filing date of an application for extension of a patent 
term is the date on which a complete application is received 
in the Patent and Trademark Office or filed pursuant to the 
“Certificate of Mailing or Transmission” procedures of 37 CFR 
1.8 or “Express Mail” provisions of 37 CFR 1.10. A complete 
application shall include: 

(1) An identification of the approved product; 

(2) An identification of each Federal statute under which 
regulatory review occurred; 

(3) An identification of the patent for which an extension is 
being sought; 

(4) An identification of each claim of the patent which claims 
the approved product or a method of using or manufacturing 
the approved product; 

(5) Sufficient information to enable the Commissioner to 
determine under 35 U.S.C. 156 subsections (a) and (b) the 
eligibility of a patent for extension and the rights that will 
be derived from the extension and information to enable the 
Commissioner and the Secretary of Health and Human Services 
or the Secretary of Agriculture to determine the length of the 
regulatory review period; and 

(6) A brief description of the activities undertaken by the 
marketing applicant during the applicable regulatory review 
period with respect to the approved product and the significant 
dates applicable to such activities. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


November 26, 1996 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 920666-2275} 

RIN 0651-AA59 


(59) 


Changes in Practice Relating to 
Filing Patent Applications 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 
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Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent cases to provide a 
uniform practice with respect to filing an oath or declaration 
and filing fees in continuing applications. 

Effective Date: Jan. 4, 1993. These rules will be applicable to 
all papers and applications filed with the Office on or after the 
effective date. 

For Further Information Contact: Jeffrey V. Nase by telephone 
at (703) 305-9282 or by mail marked to his attention and 
addressed to Office of the Assistant Commissioner for Patents, 
Box DAC, Washington, D.C. 20231. 

Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register (57 FR 31344) on July 
15, 1992, and in the Patent and Trademark Office Official 
Gazette (1141 Off. Gaz. Pat. Office 9) on Aug. 4, 1992, the 
Office proposed to amend § 1.60. The due date for submitting 
written comments was extended to Sept. 10, 1992, in an Exten- 
sion of Comment Period published in the Federal Register (57 
FR 38640) on Aug. 26, 1992. 

One comment was received. The comment favored adoption 
of the proposed rule changes. 

A continuation or divisional application filed under § 1.60 
did not receive a filing date until a complete copy of the prior 
application was filed, including a true copy of the oath or 
declaration. Since the Office is in possession of the oath or 
declaration of the prior application, § 1.60 is being modified 
to be consistent with §§ 1.53 and 1.62 by permitting filing of 
a true copy of the oath or declaration within a time specified 
in a notice of missing parts mailed by the Office. 

The specific revisions are discussed below: 


(1) Correction of inventorship (§ 1.48) 


Section 1.48(a) is amended to replace the designation by 
letter of various requirements therein with numbered designa- 
tions so as to avoid confusion when making reference to this 
section. 


(2) Procedures for completing applications filed under 
§ 1.60 


Section 1.60 outlines one of the procedures that may be 
followed by applicants to file a continuation or divisional appli- 
cation. One of the requirements under this section is that appli- 
cants file a true copy of the complete parent application as 
filed, including the oath or declaration. Paragraph (c) ofthis 
section had specified that a filing date would not be granted 
if applicant failed to file a complete application under this 
section. When the missing item was filed, a filing date was 
granted as of the date of receipt of the missing item. Practice 
under § 1.60 is being modified to be similar to the procedures 
for filing continuing applications under §§ 1.53(d) and continu- 
ation-in-part applications under § 1.62. More specifically, a 
new paragraph (d) is added in § 1.60 to indicate that if an 
application filed pursuant to § 1.60(b) is otherwise complete, 
but does not include the appropriate filing fee or a true copy 
of the oath or declaration from the prior complete application, 
a filing date will be granted. The copy of the oath or declaration, 
as well as payment of the appropriate filing fee must be sub- 
mitted within a time period specified in a notice of missirg 

mailed by the Office. In a manner similar to the practice 
under §§ 1.53(d) and 1.62(d), the appropriate oath or declaration 
and/or filing fee as well as the surcharge set forth in § 1.16(e) 
must be filed within the time period specified in the notice of 
missing parts in order to avoid abandonment of the application. 
Paragraphs (b) and (c) of this section are amended to make 
reference to the exception specified in paragraph (d) discussed 
above. 


OTHER CONSIDERATIONS 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12291 and 12612 and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
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cant economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal 
impact of these changes is to accord a filing date to certain 
continuing applications which, through oversight, fail to include 
certain papers which can be submitted after the filing date. 

The Office has determined that this rule change is not a 
major rule under Executive Order 12291. The annual effect on 
the economy will be less than $100 million. There will be no 
major increase in costs or prices for consumers; individuals; 
industries; Federal, state or local government agencies; or geo- 
graphic regions most of the changes reduce procedural burdens. 
There will be no significant adverse effects on competition, 
employment, investment, productivity, innovation, or on the 
ability of the United States-based enterprises to compete with 
foreign-based enterprises in domestic or export markets. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
record keeping or reporting requirements within the coverage 
of the Act are placed upon the public. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Freedom of informa- 
tion, Inventions and patents, Reporting and record keeping 
requirements. 

For the reasons set out in the preamble, and pursuant to the 
authority contained in 35 U.S.C. 6, part | of title 37 of the 
Code of Federal Regulations is amended as set forth below. 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.48, paragraph (a) is revised to read as follows: 
§ 1.48 Correction of inventorship 


(a) if the correct inventor or inventors are not named in 
an application for patent through error without any deceptive 
intention on the part of the actual inventor or inventors, the 
application may be amended to name only the actual inventor 
or inventors. Such amendment must be diligently made and 
must be accompanied by: 

(1) a petition including a statement of facts verified by 
the original named inventor or inventors establishing when the 
error without deceptive intention was discovered and how it 
occurred; 

(2) an oath or declaration by each actual inventor or inven- 
tors as required by § 1.63; 

(3) the fee set forth in § 1.17(h); and 

(4) the written consent of any assignee. 

When the application is involved in an interference, the petition 
shall comply with the requirements of this section and shall 
be accompanied by a motion under § 1.634. 


see 


3. In Section 1.60, paragraphs (b) and (c) are revised and 
paragraph (d) is added to read as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


KA 


(b) An applicant may omit signing of the oath or declaration 
in a continuation or divisional application (filed under the con- 
ditions specified in 35 U.S.C. 120 and 121 and § 1.78(a)) if: 

(1) the prior application was a complete application as set 
forth in § 1.51(a), 
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(2) applicant indicates that the application is being filed 
pursuant to this section and files a true copy of the prior com- 
plete application as filed including the specification (with 
claims), drawings, oath or declaration showing the signature 
or an indication it was signed, and any amendments referred to 
in the oath or declaration filed to complete the prior application, 

(3) the inventors named in the continuation or divisional 
application are the same or less than all the inventors named 
in the prior application, and 

(4) the application is filed before the patenting or abandon- 
ment of or termination of proceedings on the prior application. 
The copy of the prior application must be accompanied by a 
statement that the application papers filed are a true copy of 
the prior application and that no amendments referred to in 
the oath or declaration filed to complete the prior application 
introduced new matter therein. Such statement must be by the 
applicant or applicant’s attorney or agent and must be a verified 
statement if made by a person not registered to practice before 
the Patent and trademark Office. Only amendments reducing 
the number of claims or adding a reference to the prior applica- 
tion (2 1.78(a)) will be entered before calculating the filing fee 
and granted the filing date. If the continuation or divisional 
application is filed by less than all the inventors named in the 
prior application, a statement must accompany the application 
when filed requesting deletion of the names of the person or 
persons who are not inventors of the invention being claimed 
in the continuation or divisional application. Except as provided 
in paragraph (d) of this section, if a true copy of the prior 
application as filed is not filed with the application or if the 
statement that the application papers are a true copy is omitted, 
the application will not be given a filing date earlier than the 
date upon which the copy and statement are filed, unless a 
petition with the fee set forth in § 1.17(i)(1) is filed which 
satisfactorily explains the delay in filing these items. 

(c) if an application filed pursuant to paragraph (b) of this 
section is incomplete for reasons other than those specified in 
paragraph (d) of this section, applicant will be notified and 
given a time period within which to complete the application 
in order to obtain a filing date as of the date of filing the 
omitted item provided the omitted item is filed before the 
patenting or abandonment of or termination or proceedings on 
the prior application. If the omission is not corrected within 
the time period set, the application will be returned or otherwise 
disposed of; the fee, if submitted, will be refunded less the 
handling fee set forth in § 1.21(n) 

(d) If an application filed pursuant to paragraph (b) of this 
section is otherwise complete, but does not include the appro- 
priate filing fee or a true copy of the oath or declaration from 
the prior complete application, showing the signature or an 
indication it was signed, a filing date will be granted and 
applicant will be so notified and given a period of time within 
which to file the fee, or the true copy of the oath or declaration 
and to pay the surcharge as set forth in § 1.16(e) in order 
to prevent abandonment of the application. The notification 
pursuant to this paragraph may be made simultaneously with 
any notification pursuant to paragraph (c) of this section. 


DOUGLAS B. COMER 
Acting Assistant Secretary and Acting 
Commissioner of Patents and Trademarks 


Dec. 2, 1992 
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Applications Filed Under 37 CFR 1.60 on or 
After May 8, 1995, and Prior to June 8, 1995 


The PTO has always required a proper continuation or divi- 
sional application filed under 37 CFR 1.60 to identify the 
application number (or serial number and filing date) of the 
prior application. The information is typically provided by the 
applicant in the application transmittal letter containing the 
request for processing under 37 CFR 1.60 or in a separate 
statement verifying the copy of the prior application supplied 
by the applicant as a “true copy”. 

As aresult of the new 20-year patent term which was effective 
on June 8, 1995, a large number of continuation or divisional 
applications were received in the Patent and Trademark Office 
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(PTO) during the weeks prior to June 8, 1995, using the proce- 
dure set forth in 37 CFR 1.60. Unfortunately, a number of 
these applications were incomplete under 37 CFR 1.60 because 
the applications failed to identify the application number (or 
serial number and filing date of the prior application. In some 
instances, the application number of the prior application could 
not be identified in the 37 CFR 1.60 application papers because 
the information concerning the application number assigned to 
the prior application by the PTO had not yet been supplied to 
the applicant by the PTO. A petition and payment of the $130.00 
petition fee would normally be required to accord the applica- 
tion the original date of deposit as the filing date. 

However, in view of the extraordinary circumstances which 
necessitated the filing of these continuation or divisional appli- 
cations prior to June 8, 1995, the requirment that the application 
number of the prior application be supplied in the 37 CFR 1.60 
application papers on filing is hereby waived, sua sponte, for 
all continuation or divisional applications filed under 37 CFR 
1.60 which were filed in the PTO or deposited in the Express 
Mail service pursuant to 37 CFR 1.10 on or after May 8, 1995, 
and prior to June 8, 1995. No other requirement of 37 CFR 
1.60 is being waived by this notice. 

Where applicant receives a notice from the PTO in a conti- 
naution or divisional application under 37 CFR 1.60 filed on 
or after May 8, 1995, and prior to June 8, 1995, stating that 
the application is incomplete because the application number 
of the prior application was omitted, the delay in supplying 
the application number of the prior application will be excused 
without a petition or a petition fee being required, if applicant 
files a paper supplying the application number (or serial number 
and filing date) of the prior application within TWO MONTHS 
of the date of the notice mailed in the application or the publica- 
tion date of this notice in the Official Gazette, whichever is 
later. If a petition fee has already been paid in such a case, the 
Office will refund the petition fee. 


EDWARD R. KAZENSKE 
Deputy Assistant Commisioner 
for Patents 


June 27, 1995 
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Department of Commerce 
Patent and Trademark Office 


[Docket #: 951019254-6136-02] 
RIN 0651-XX05 


Change in Procedure Relating to 
an Application Filing Date 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Change in Procedure. 

Summary: The Patent and Trademark Office (PTO) is imple- 
menting a change in procedure relating to the treatment of 
applications filed without all the pages of the specification or 
without all of the figures of the drawings. Under this new 
procedure, the PTO will accord a filing date to any application 
that contains something that can be construed as a written 
description, any necessary drawing, and, in a nonprovisional 
application, at least one claim, regardless of whether the appli- 
cation is filed without all the pages of the specification or 
without all of the figures of the drawings. Applications filed 
without all the pages of the specification or without all of the 
figures of the drawings will be treated by mailing a notice 
indicating that the application has been accorded a filing date, 
but is missing pages of the specification or figures of drawings. 
The notice will indicate that failure to timely (37 CFR1.181(f)) 
file a petition under 37 CFR 1.53(c) or 1.182 in response to 
such notice will result in the PTO treating the original applica- 
tion papers (the original disclosure of the invention) as including 
only those application papers present in the PTO on the date 
of deposit. 

Effective Date: July 22, 1996. 

For Further Information Contact: Robert W. Bahr by telephone 
at (703) 305-9285, by facsimile at (703) 308-6916, or Jeffrey 
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V. Nase by telephone at (703) 305-9285, or by mail addressed 
to Box Comments-Patents, Assistant Commissioner for Patents, 
Washington, D.C. 20231. 

Supplementary Information 

The PTO is implementing a change in procedure relating to 
the treatment of applications filed without all the pages of the 
specification (Section 608.01 of the Manual of Patent Exam- 
ining Procedure (MPEP)) (e.g., with page numbering revealing 
that page(s) are missing), or without all of the figures of the 
drawings (MPEP 608.02) (e.g., without drawing figures that 
are mentioned in the specification). The set forth in 
this notice will be incorporated into the next revision of the 
MPEP. 

The current treatment of applications that fail to identify the 
names of the actual inventor(s) (e.g., an application naming 
the inventorship only as “Jane Doe et al.”) as required by 37 
CFR 1.41(a) and 1.53(b) is not affected by the adoption of the 
procedure set forth in this notice. 

In a Notice entitled “Proposed Changes in Procedures 
Relating to an Application Filing Date” (Filing Date Notice), 
published in the Federal Register at 60 FR 56982-84 
(November 13, 1995), and in the PTO Official Gazette at 1181 
Off. Gaz. Pat. Office 12-13 (December 5, 1995), the PTO 
proposed a change in procedure relating to the treatment of 
applications filed without all the pages of the specification or 
without all of the figures of the drawings. In view of the 
comments received in response to the Filing Date Notice, the 
PTO is adopting the proposed change. 

The adopted procedure for the treatment of applications filed 
without all the pages of the specification or without all of the 
figures of the drawings is set forth below. 


APPLICATIONS FILED WITHOUT ALL PAGES OF 
SPECIFICATION 


The Initial Application Examination Division reviews appli- 
cation papers to determine whether all of the pages of the 
specification are present in the application. If the application 
is filed without all of the page(s) of the specification, but 
containing something that can be construed as a written descrip- 


tion, at least one drawing figure, if necessary under 35 U.S.C. 
113, the names of all the inventors, and, in a nonprovisional 
application, at least one claim, the Initial Application Examina- 
tion Division will mail a “Notice of Omitted Items” indicating 
that the application papers so deposited have been accorded a 
filing date, but are lacking some page(s) of the specification. 

The mailing of a “Notice of Omitted Items” will permit the 
applicant to either: (1) promptly establish prior receipt in the 
PTO of the page(s) at issue (generally by way of a date-stamped 
postcard receipt (MPEP 503)), or (2) promptly submit the 
omitted page(s) in a nonprovisional application and accept the 
date of such submission as the application filing date. An 
applicant asserting that the page(s) was in fact deposited in the 
PTO with the application papers must file a petition under 37 
CFR 1.53(c) (and the petition fee under 37 CFR 1.17(i) (37 CFR 
1.17(q) in a provisional application), which will be refunded if 
it is determined that the page(s) was in fact received by the PTO 
with the application papers deposited on filing) with evidence of 
such deposit within two months of the date of the “Notice of 
Omitted Items” (37 CFR 1.181(f)). An applicant desiring to 
submit the omitted page(s) in a nonprovisional application and 
accept the date of such submission as the application filing 
date must file any omitted page(s) with an oath or declaration 
in compliance with 37 CFR 1.63 and 1.64 referring to such 
page(s) and a petition under 37 CFR 1.182 (with the petition 
fee under 37 CFR 1.17(h)) requesting the later filing date within 
two months of the date of the “Notice of Omitted Items” (37 
CFR 1.181(f)). 

An applicant willing to accept the application as deposited 
in the PTO need not respond to the “Notice of Omitted Items,” 
and the failure to file a petition under 37 CFR 1.53(c) or 1.182 
(and the requisite petition fee) as discussed above within two 
months of the date of the “Notice of Omitted Items” (37 CFR 
1.181(f)) will be treated as constructive acceptance by the 
applicant of the application as deposited in the PTO. Amend- 
ment of the specification is required in a nonprovisional applica- 
tion to renumber the pages consecutively and cancel any 
incomplete sentences caused by the absence of the omitted 
pages. Such amendment should be by way of preliminary 
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amendment submitted prior to the first Office action to avoid 
delays in the prosecution of the application. 

If the application does not contain anything that can be 
construed as a written description, the Initial Application Exam- 
ination Division will mail a Notice of Incomplete Application 
(PTO-1 123) indicating that the application lacks the specifica- 
tion required by 35 U.S.C. 112. The applicant may file a petition 
under 37 CFR 1.53(c) (and the petition fee under 37 CFR 
1.17(i) (37 CFR 1.17(q) in a provisional application)) asserting 
that: (1) the missing specification was submitted, or (2) the 
application papers as deposited contain an adequate written 
description under 35 U.S.C. 112. The petition under 37 CFR 
1.53(c) must be accompanied by sufficient evidence (37 CFR 
1.181(b)) to establish the applicant’s entitlement to the 
requested filing date (e.g., a date-stamped postcard receipt 
(MPEP 503) to establish prior receipt in the PTO of the missing 
specification). Alternatively, the applicant may submit the 
omitted specification, including at least one claim in a nonprovi- 
sional application, accompanied by an oath or declaration in 
compliance with 37 CFR 1.63 and 1.64 referring to the specifi- 
cation being submitted and accept the date of such submission 
as the application filing date. 

Original claims form part of the original disclosure and pro- 
vide their own written description. See In re Anderson, 471 F.2d 
1237, 176 USPQ 331 (CCPA 1973). As such, an application that 
contains at least one claim, but does not contain anything which 
can be construed as a written description of such claim(s), 
would be unusual. 


NONPROVISIONAL APPLICATIONS FILED 
WITHOUT AT LEAST ONE CLAIM 


35 U.S.C. 111(a)(2) requires that an application for patent 
include, inter alia, “‘a specification as prescribed by section 
112 of this title,” and 35 U.S.C. 111(a)(4) provides that the 
“filing date of an application shall be the date on which the 
specification and any required drawing are received in the 
Patent and Trademark Office.” 35 U.S.C. 112, first paragraph, 
provides, in part, that “[t]he specification shall contain a written 
description of the invention,” and 35 U.S.C. 112, second para- 
graph, provides that “[t]he specification shall conclude with 
one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his 
invention.” Also, the Court of Appeals for the Federal Circuit 
stated in Litton Systems, Inc. v. Whirlpool Corp.: 


Both statute, 35 U.S.C. 111 [(a)], and federal regulations, 
37 CFR 1.51 [(a)(1)], make clear the requirement that an appli- 
cation for a patent must include . . . a specification and claims. 
. .. The omission of any one of these component parts makes 
a patent application incomplete and thus not entitled to a filing 
date. 


728 F.2d 1423, 1437, 221 USPQ 97, 105 (Fed. Cir. 1984) 
(citing Gearon v. United States, 121 F.Supp 652, 654, 101 
USPQ 460, 461 (Ct. Cl. 1954), cert. denied, 348 U.S. 942, 104 
USPQ 409 (1955)) (emphasis in the original). 

Therefore, in an application filed under 35 U.S.C. 11 1(a), a 
claim is a statutory requirement for according a filing date to 
the application. 35 U.S.C. 162 and 171 make 35 U.S.C. 112 
applicable to plant and design applications, and 35 U.S.C. 
162 specifically requires the specification in a plant patent 
application to contain a claim. 35 U.S.C.111(b)(2), however, 
provides that “[a] claim, as required by the second through 
fifth paragraphs of section 112, shall not be required in a 
provisional application.” Thus, with the exception of provi- 
sional applications filed under 35 U.S.C. 111(b), any application 
filed without at least one claim is incomplete and not entitled 
to a filing date. 

If a nonprovisional application does not contain at least one 
claim, a “Notice of Incomplete Application” will be mailed to 
the applicant(s) indicating that no filing date has been granted 
and setting a period for submitting a claim. The filing date will 
be the date of receipt of at least one claim. See In re Mattson, 
208 USPQ 168 (Comm’r Pats. 1980). 

As 37 CFR 1.53(b)(2)(ii) permits the conversion of an appli- 
cation filed under 35 U.S.C. 111(a) to an application under 35 
U.S.C. 111(b), an applicant in an application, other than for a 
design patent, filed under 35 U.S.C. 111(a) on or after June 8, 
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1995, without at least one claim has the alternative of filing a 
petition under 37 CFR 1.53(b)(2)(ii) to convert such application 
into an application under 35 U.S.C. 111(b), which does not 
require a claim to been entitled to its date of deposit as a 
filing date. Such a petition, however, must be filed prior to the 
expiration of twelve months after the date of deposit of the 
application under 35 U.S.C. 111(a), and comply with the other 
requirements of 37 CFR 1.53(b)(2)(ii). 


APPLICATIONS FILED WITHOUT ANY DRAWINGS 


35 U.S.C. 111(a)(2)(B) and 111(b)(2)(B) each provide, in 
part, that an “application shall include . . . a drawing as pre- 
scribed by section 113 of this title” and 35 U.S.C.111(a)(4) 
and 111(b)(4) each provide, in part, that the “filing date .. . 
shall be the date on which . . . any required drawing are received 
in the Patent and Trademark Office.” 35 U.S.C. 113 in tum 
provides that an “applicant shall furnish a drawing where neces- 
sary for the understanding of the subject matter sought to be 
patented.” 

Applications filed without drawings are initially inspected 
to determine whether a drawing is referred to in the specifica- 
tion, and if not, whether a drawing is necessary for an under- 
standing of the invention. 35 U.S.C. 113. 

In general, it has been PTO practice to treat an application 
that contains at least one process or method claim as an applica- 
tion for which a drawing is not necessary for an understanding 
of the invention under 35 U.S.C. 113. The same practice has 
been followed in composition applications. Other situations in 
which drawings are usually not considered necessary for an 
understanding of the invention under 35 U.S.C. 113 are: 


I. Coated articles or products: where the invention resides 
solely in coating or impregnating a conventional sheet (e.g., 
paper or cloth, or an article of known and conventional character 
with a particular composition), unless significant details of 
structure or arrangement are involved in the article claims; 


II. Articles made from a particular material or composition: 
where the invention consists in making an article of a particular 


material or composition, unless significant details of structure 
or arrangement are involved in the article claims; 


Ill. Laminated Structures: where the claimed invention 
involves only laminations of sheets (and coatings) of specified 
material unless significant details of structure or arrangement 
(other than the mere order of the layers) are involved in the 
article claims; or 


IV. Articles, apparatus or\systems where sole distinguishing 
feature is presence of a particular material: where the invention 
resides solely in the use of a particular material in an otherwise 
old article, apparatus or system recited broadly in the claims, 
for example: 

a. A hydraulic system distinguished solely by the use therein 
of a particular hydraulic fluid; 

b. Packaged sutures wherein the structure and arrangement 
of the package are conventional and the only distinguishing 
feature is the use of a particular material. 


A nonprovisional application having at least one claim, or 
a provisional application having at least some disclosure, 
directed to the subject matter discussed above for which a 
drawing is usually not considered essential for a filing date, 
not describing drawing figures in the specification, and filed 
without drawings will usually be processed for examination, 
so long as the application contains something that can be con- 
strued as a written description and the names of all the inventors. 
A nonprovisional application having at least one claim, or a 
provisional application having at least some disclosure, directed 
to the subject matter discussed above for which a drawing is 
usually not considered essential for a filing date, describing 
drawing figure(s) in the specification, but filed without draw- 
ings will be treated as an application filed without all of the 
drawing figures referred to in the specification as discussed 
below, so long as the application contains something that can 
be construed as a written description and the names of all the 
inventors. In a situation in which the appropriate examining 
group determines that drawings are necessary under 35 U.S.C. 
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113 the filing date issue will be reconsidered on reference from 
the examining group. 

If a nonprovisional application does not have at least one 
claim, or a provisional application does not have at least some 
disclosure, directed to the subject matter discussed above for 
which a drawing is usually not considered essential for a filing 
date, and is filed without drawings, the Initial Application 
Examination Division will mail a “Notice of Incomplete Appli- 
cation” indicating that the application lacks drawings and that 
35 U.S.C. 113 requires a drawing where necessary for the 
understanding of the subject matter sought to be patented. 

The applicant may file a petition under 37 CFR 1.53(c) (and 
the petition fee under 37 CFR 1.17(i) (37 CFR 1.17(q) in a 
provisional application)) asserting that (1) the drawing(s) at 
issue was submitted, or (2) the drawing(s) is not necessary 
under 35 U.S.C. 113 for a filing date. The petition must be 
accompanied by sufficient evidence to establish the applicant’s 
entitlement to the requested filing date (e.g., a date-stamped 
postcard receipt (MPEP 503) to establish prior receipt in the 
PTO of the drawing(s) at issue). Alternatively, the applicant 
may submit drawing(s) accompanied by an oath or declaration 
incompliance with 37 CFR 1.63 and 1.64 referring to the draw- 
ing(s) being submitted and accept the date of such submission 
as the application filing date. 

In design applications, the Initial Application Examination 
Division will mail a “Notice of Incomplete Application” indi- 
cating that the application lacks the drawings required under 
35 U.S.C. 113. The applicant may: (1) promptly file a petition 
under 37 CFR 1.53(c) (and the petition fee under 37 CFR 
1.17(i)) asserting that the missing drawing(s) was submitted, 
or (2) promptly submit drawing(s) accompanied by an oath or 
declaration in compliance with 37 CFR 1.63 and 1.64 and 
accept the date of such submission as the application filing 
date. 37 CFR 1.154(a) provides that the claim in a design 
application “shall be in formal terms to the ornamental design 
for the article (specifying name) as shown, or as shown and 
described.” As such, petitions under 37 CFR 1.53(c) asserting 
that drawings are unnecessary under 35 U.S.C. 113 for a filing 
date in a design application will not be found persuasive. 


APPLICATIONS FILED WITHOUT ALL FIGURES 
OF DRAWINGS 


The Initial Application Examination Division reviews appli- 
cation papers to determine whether all mentioned drawing fig- 
ures in the specification are present in the application. If the 
application is filed without all of the drawing figure(s) referred 
to in the specification, and the application contains something 
that can be construed as a written description, at least one 
drawing, if necessary under 35 U.S.C. 113, the names of all 
the inventors, and, in a nonprovisional application, at least one 
claim, the Initial Application Examination Division will mail 
a “Notice of Omitted Items” indicating that the application 
papers so deposited have been accorded a filing date, but are 
lacking some of the drawings described in the specification. 

The mailing of a “Notice of Omitted Items” will permit the 
applicant to either: (1) promptly establish prior receipt in the 
PTO of the drawing(s) at issue (generally by way of a date- 
stamped postcard receipt (MPEP 503)), or (2) promptly submit 
the omitted drawing(s) in a nonprovisional application and 
accept the date of such submission as the application filing 
date. An applicant asserting that the drawing(s) was in fact 
deposited in the PTO with the application papers must file a 
petition under 37 CFR 1.53(c) (and the petition fee under 37 
CFR 1.17(i) (37 CFR 1.17(q) in a provisional application), 
which will be refunded if it is determined that the drawing(s) 
was in fact received by the PTO with the application papers 
deposited on filing) with evidence of such deposit within two 
months of the date of the “Notice of Omitted Items” (37 CFR 
1.181(f)). An applicant desiring to submit the omitted drawings 
in a nonprovisional application and accept the date of such 
submission as the application filing date must file any omitted 
drawing(s) with an oath or declaration in compliance with 37 
CFR 1.63 and 1.64 referring to such drawing(s) and a petition 
under 37 CFR 1.182 (with the petition fee under 37 CFR 
1.17(h)) requesting the later filing date within two months of 
the date of the “Notice of Omitted Items” (37 CFR 1.181(f)). 

An applicant willing to accept the application as deposited 
in the PTO need not respond to the “Notice of Omitted Items,” 
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and the failure to file a petition under 37 CFR1.53(c) or 1.182 
(and the requisite petition fee) as discussed above within two 
months of the date of the “Notice of Omitted Items” (37 CFR 
1.181(f)) will be treated as constructive acceptance by the 
applicant of the application as deposited in the PTO. Amend- 
ment of the specification is required in a nonprovisional applica- 
tion to cancel all references to the omitted drawing, both in 
the brief and detailed descriptions of the drawings and including 
any reference numerals shown only in the omitted drawings. 
In addition, a separate letter is required in a nonprovisional 
application to renumber the drawing figures consecutively 
(showing the proposed changes in red ink), if necessary, and 
amendment of the specification is required to correct the refer- 
ences to the drawing figures to correspond with any relabelled 
drawing figures, both in the brief and detailed descriptions of 
the drawings. Such amendment and correction to the drawing 
figures, if necessary, should be by way of preliminary amend- 
ment submitted prior to the first Office action to avoid delays 
in the prosecution of the application. 


SUBSEQUENT TREATMENT OF APPLICATION 


In instances in which a “Notice of Incomplete Application” 
has been mailed, further action by the applicant is necessary 
for the application to be accorded a filing date. As such, the 
application will be retained in the Initial Application Examina- 
tion Division to await such action. Unless the applicant either 
completes the application or files a petition under 37 CFR 
1.53(c) (and the petition fee under 37 CFR 1.17(i) or 1.17(q)) 
within the period set in the “Notice of Incomplete Application,” 
the application will be processed as an incomplete application 
under 37 CFR 1.53(c). 

In instances in which a “Notice of Omitted Items” has been 
mailed, the application will be retained in the Initial Application 
Examination Division for a period of two months from the 
mailing date of “Notice of Omitted Items” to permit the appli- 
cant to either: (1) establish prior receipt in the PTO of the 
page(s) or drawing(s) at issue, or (2) promptly submit the 
omitted page(s) or drawing(s) in a nonprovisional application 
and accept the date of such submission as the application filing 
date. Extensions of time under 37 CFR 1.136 will not be appli- 
cable to this two-month time period. 

The grant of a petition under 37 CFR 1.182 to accept the 
omitted page(s) or drawing(s) in a nonprovisional application 
and accord the date of such submission as the application filing 
date will be indicated by the issuance of a new filing receipt 
indicating the filing date accorded the application. 

Unless the applicant timely files a petition under 37 CFR 
1.53(c) or 1.182 (and the requisite petition fee), the application 
will maintain the filing date as of the date of deposit of the 
application papers in the PTO, and the original application 
papers (i.e., the original disclosure of the invention) will include 
only those application papers present in the PTO on the date 
of deposit. Nonprovisional applications that are complete under 
35 CFR 1.51(a)(1) will then be forwarded to the appropriate 
examining group for examination of the application. Provisional 
applications that are complete under 35 CFR 1.51(a)(2) will 
then be forwarded to Files Repository. The current practice for 
treating applications that are not complete under 37 CFR 1.51(a) 
will remain unchanged (37 CFR 1.53(d)). 

Any petition under 37 CFR 1.53(c) or 1.182 not filed within 
this two-month period may be dismissed as untimely. 37 CFR 
1.181(f). Under the adopted procedure, the PTO may strictly 
adhere to the two-month period set forth in 37 CFR 1.181(f), 
and dismiss as untimely any petition not filed within this two- 
month period. This strict adherence to the two-month period 
set forth in 37 CFR 1.181(f) is justified as such applications 
will now be forwarded for examination at the end of this two- 
month period. It is further justified in instances in which the 
applicant seeks to submit the omitted page(s) or drawing(s) 
in a nonprovisional application and request the date of such 
submission as the application filing date since: (1) according 
the application a filing date later than the date of deposit may 
affect the date of expiration of any patent issuing on the applica- 
tion due to the changes to 35 U.S.C. 154 contained in Public 
Law 103-465, § 532, 108 Stat. 4809 (1994), and (2) the filing 
of a continuation-in-part application is a sufficiently equivalent 
mechanism for adding additional subject matter to avoid the 
loss of patent rights. 
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The submission of omitted page(s) or drawing(s) in a nonpro- 
visional application and acceptance of the date of such submis- 
sion as the application filing date is tantamount to simply filing 
a new application. Thus, applicants should consider filing a 
new application as an alternative to submitting a petition under 
37 CFR 1.182 (with the petition fee under 37 CFR 1.17(h)) 
with any omitted page(s) or drawing(s), which is a cost-effective 
alternative in instances in which an nonprovisional application 
is deposited without filing fees. Likewise, in view of the rela- 
tively low filing fee for provisional applications, and the PTO’s 
desire to minimize the processing of provisional applications, 
the PTO will not grant petitions under 37 CFR 1.182 to accept 
omitted page(s) or drawing(s) and accord an application filing 
date as of the date of such submission. Instead, the applicant 
should simply refile the complete provisional application. 


Response to Comments 


Thirteen comments were received in response to the Filing 
Date Notice. Nine comments expressly supported the proposed 
change, while the remaining four comments simply made addi- 
tional comments or suggested additional changes, but did not 
oppose the proposed change. The written comments have been 
analyzed, and responses to the comments follow. 

Comment (1): One comment suggested that the PTO should, 
by rulemaking, permit the addition of subject matter in a foreign 
application for which priority is claimed. : 

Response: Where an application includes in the papers depos- 
ited on filing with the application a certified copy of a foreign 
application for which priority is claimed, the PTO will grant 
a timely petition under 37 CFR 1.182 requesting that: (1) the 
corresponding sheets of drawings in the foreign priority applica- 
tion be accepted for any omitted sheets of drawings in the 
application, or (2) the foreign priority application be accepted 
as the application as filed, which may result in the treatment 
of the foreign priority application as an application filed in a 
non-English language (37 CFR 1.52(d)). 

In instances in which the foreign priority application was 
not present among the papers deposited on filing with the 
application, any addition of subject matter from the foreign 
priority application into the application must be considered as 
new matter under 35 U.S.C. 132 (and, as such, will not be 
permitted by petition), unless the application-as-filed specifi- 
cally incorporates the foreign priority application by reference. 

Drawing figures do not require translation of the subject 
matter shown therein and individual drawing figures are suffi- 
ciently segregated that it is considered appropriate to permit, 
by petition under 37 CFR 1.182, the acceptance of the corres- 
ponding sheets of drawings in the foreign priority application 
for any omitted sheets of drawings in the application. The 
specification of a foreign priority application, however, is gen- 
erally subject to translation and revision prior to its filing in 
the PTO as the specification of an application. As such, it is 
considered appropriate to permit, by petition under 37 CFR 
1.182, the acceptance of a foreign priority application as the 
application as filed, but it is not considered acceptable to permit 
the acceptance of a translation of portions of the foreign priority 
application for omitted pages of the specification. 

Finally, the occurrence of situations in which it is necessary 
for an applicant to request that the corresponding sheets of 
drawings in the foreign priority application be accepted for any 
omitted sheets of drawings in the application, or the foreign 
priority application be accepted as the application as filed is 
relatively rare. In addition, the treatment of these few applica- 
tions on an ad hoc basis pursuant to 37 CFR 1.182 and 1.183 
has proven acceptable. 

Comment (2): One comment suggested that the PTO should 
consider requiring a declaration from the attorney averring that 
the omitted matter was inadvertently omitted. 

Response: First, in view of a registered practitioner’s responsi- 
bilities as set forth in 37 CFR Part 10, the PTO does not 
generally require verification of statements by registered prac- 
titioners. See, e.g., 37 CFR 1.125 and 1.137. Second, as there 
is no apparent benefit to omitting material from an application 
as deposited in the PTO, there appears to be little justification 
for requiring even a statement that the omitted matter was 
inadvertently omitted. 

Comment (3): One comment questioned whether the change 
would be applicable to applications filed under 37 CFR 1.60 
or 1.62. 
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Response: The adopted procedure applies to applications filed 
under 37 CFR 1.53. 

37 CFR 1.66 requires, inter alia, that the application be a 
true copy of the prior application (37 CFR 1.60(b)(2)), and a 
copy that omits pages of specification or sheets of drawings 
from the prior application is not a true copy of the prior applica- 
tion. As such, a copy that omits pages of specification or 
sheets of drawings from the prior application is an improper 
application under 37 CFR 1.60, and cannot be accorded a filing 
date as an application under 37 CFR 1.60 until the filing error 
is corrected. 

The PTO considers 37 CFR 1.60 to be unnecessary in view 
of changes to 37 CFR 1.4(d), and a trap for the unwary. The 
PTO has previously proposed to eliminate 37 CFR 1.60 (See 
notice of proposed rulemaking entitled “Changes to Implement 
20-Year Patent Term and Provisional Application” (20-Year 
Term Notice of Proposed Rulemaking) published in the Federal 
Register at 59 FR 63951 (December 12, 1994), and in the 
Patent and Trademark Office Official Gazette at 1170 Off. Gaz. 
Pat. Office 377 (January 3, 1995)), and will again propose to 
eliminate 37 CFR 1.60, as well as 37 CFR 1.62, in an impending 
rulemaking to implement the Administration’s regulatory 
reform initiative. 

A continuation or divisional application may be filed under 
35 U.S.C. 111(a) using the procedures set forth in 37 CFR 
1.53(b)(1), by providing a copy of the prior application, 
including a copy of the oath or declaration in such prior applica- 
tion, as filed. The patent statutes and rules of practice do not 
require that an oath or declaration include a recent date of 
execution, and the Examining Corps has been directed not to 
object to an oath or declaration as lacking either a recent date 
of execution or any date of execution. This change in examining 
practice will appear in the next revision of the MPEP. As is 
currently the situation under 37 CFR 1.60 and 1.62, the appli- 
cant’s duty of candor and good faith including compliance with 
the duty of disclosure requirements of § 1.56 is continuous and 
applies to the continuation or divisional application, notwith- 
standing the lack of a newly executed oath or declaration. 

37 CFR 1.60(b)(4) and 1.62(a) currently permit the filing of 
a continuation or divisional application by less than all of the 
inventors named in a prior application without a newly executed 
oath or declaration. The oath or declaration in an application 
filed under 37 CFR 1.53(b), however, must identify the inven- 
torship of such application. Thus, unless it is necessary to file 
a continuation or divisional application under 37 CFR 1.60 to 
name less than all of the inventors named in a prior application, 
applicants are encouraged to file continuing applications under 
37 CFR 1.53(b) (i.e., omit any reference to 37 CFR 1.60 in 
the application papers) to avoid an inadvertent failure to comply 
with all of the requirements of 37 CFR 1.60. 

An application under 37 CFR 1.62 uses the content of the 
prior application, and is itself only a request for an application 
under 37 CFR 1.62. As such, there is no concern that an 
application under 37 CFR 1.62 will be filed without all the 
pages of the specification or without all of the figures of the 
drawings. 

Comment (4): One comment questioned whether a filing date 
would be accorded if the name of an inventor were omitted. 
Response: 37 CFR 1.41 and 1.53 currently require that an 
application be filed in the name of the actual inventor or inven- 
tors, and this notice does not involve changes to the rules of 
practice. The PTO will propose to eliminate this requirement 
in 37 CFR 1.41 and 1.53 in the rulemaking to implement the 
Administration’s regulatory reform initiative. 

Comment (5): One comment suggested that the notices be 
mailed out as soon as possible to avoid a loss of rights for those 
applicants who require completion or refiling of the application. 
Another comment suggested that the decision as to whether an 
application is “incomplete” should be made by the Examining 
Corps, rather than on a formalistic basis by the Initial Applica- 
tion Examination Division. 

Response: The efficient pre-examination processing of applica- 
tions is in the mutual interest of the PTO and applicants. The 
PTO is currently in the process of modifying its pre-examination 
processing procedures to avoid any unnecessary delay. This 
new procedure will not impact the pre-examination processing 
of applications, in that the Initial Application Examination 
Division will mail a “Notice of Incomplete Application,” 
“Notice of Omitted Items,” and “Notice to File Missing Parts” 
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under this new procedure at the time the “Notice of Incomplete 
Application” and “Notice to File Missing Parts” are currently 
mailed. 

The adopted procedure replaces formalistic procedures with 
procedures based upon the requirements for a filing date as set 
forth in 35 U.S.C. 111, 112, and 113. Filing date issues are 
ultimately decided by the Office of Petitions in the Office 
of the Deputy Assistant Commissioner for Patent Policy and 
Projects (MPEP 1002.02(b)(35)) on the basis of whether and 
when the application meets the requirements for a filing date 
as set forth in 35 U.S.C. 111, 112, and 113, and not on the 
basis of who made the initial decision not to accord a filing 
date to the application. 

It should be recognized that there is tension between the 
comments objecting to any review of the entitlement of an 
application to a filing date by the Initial Application Examina- 
tion Division (arguing that this issue should be considered only 
by the Examining Corps) and the desire for speedy notification 
to the applicant that a portion of the application appears to 
have been omitted. To defer all review of the entitlement of 
an application to a filing date until the application is picked- 
up for examination would cause a significant delay in any such 
notification to the applicant. 

Comment (6): One comment noted that 35 U.S.C. 111(b) 
does not require a claim for a provisional application. Several 
comments suggested that the PTO automatically treat any non- 
provisional application filed without at least one claim as a 
provisional application, if such application is otherwise entitled 
to a filing date as a provisional application. 

Response: A provisional application does not require a claim 
to be entitled to a filing date. As discussed supra, an applicant 
in an application, other than for a design patent, filed under 
35 U.S.C. 111(a) on or after June 8, 1995, without at least one 
claim has the alternative of filing a petition under 37 CFR 
1.53(b)(2)(ii) to convert such application into an application 
under 35 U.S.C. 111(b). The PTO does not consider it appro- 
priate to “automatically” consider an application filed under 
35 U.S.C. 111(a) without a claim to be an application under 
35 U.S.C. 111(b) (a provisional application), since the applicant 
may not desire an application under 35 U.S.C. 111(b), and may 
desire to file a claim to obtain an application filing date as of 
the date of submission of such claim. 

Comment (7): One comment suggested that the MPEP should 
clearly indicate that applications filed without all the pages of 
specification or all the figures of drawings described in the 
specification cannot automatically be treated as defective under 
35 U.S.C. 112, but must be considered for compliance with 
35 U.S.C. 112 by the subject matter that is present in the 
application papers. 

Response: In an effort to improve the examination of applica- 
tions, chapter 2100 of the MPEP has been revised to set forth 
specific guidelines for rejections under 35 U.S.C. 101, 102, 
103, and 112. MPEP 2161 et seq. set forth the guidelines for 
rejections under 35 U.S.C. 112, first and second paragraphs, 
and do not authorize a rejection under 35 U.S.C. 112 based 
merely upon the fact that pages of specification or figures of 
drawing were omitted. 

Comment (8): One comment questioned whether the proposed 
procedure for the treatment of applications filed without all the 
pages of specification or all the figures of drawings described 
in the specification is applicable to provisional applications, 
noting that 35 U.S.C. 111(b) provides that a claim is not required 
in a provisional application. 

Response: The adopted procedure applies to applications (both 
provisional and nonprovisional) filed under 37 CFR 1.53. The 
procedure recognizes that 35 U.S.C. 111(b) does not require a 
claim in a provisional application. 

Comment (9): One comment suggested that the two-month 
period for taking action would be unfair in instances in which 
the PTO prepares and enters the notice into the Patent Applica- 
tion Locating and Monitoring (PALM) system but fails to mail 
the notice or mails the notice to an incorrect correspondence 
address. 

Response: The “Notice of Omitted Items” is not an action 
within the meaning of 35 U.S.C. 133 to which a response is 
required to avoid abandonment. An applicant simply has the 
opportunity to file a petition, but need not take action, in 
response to a “Notice of Omitted Items.” Thus, the timeliness 
of any such petition is governed by 37 CFR 1.181(f). 37 CFR 
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1.181(f) provides that any petition not filed within two months 
from the action complained of may be dismissed as untimely. 
Establishing prior receipt in the PTO of the page(s) or draw- 
ing(s) at issue or submitting the omitted page(s) or drawing(s) 
and accepting the date of such submission as the application 
filing date would result in an addition to the papers constituting 
the original disclosure of the application, and submitting the 
omitted page(s) or drawing(s) and accepting the date of such 
submission as the application filing date would result in a 
change in application filing date. As a change in either the 
original disclosure or filing date of an application would inter- 
fere with the examination of the application for compliance 
with 35 U.S.C. 102, 103, and 112, the PTO will not forward 
an application in which a “Notice of Omitted Items” has been 
mailed for examination until it is apparent that the applicant 
has not responded to the “Notice of Omitted Items.” Thus, a 
nonprovisional application will not be processed for examina- 
tion, and the examination of the application will be delayed, 
until the expiration of two months from the mailing date of 
“Notice of Omitted Items.” The two-month period set forth in 
37 CFR 1.181(f) is considered an appropriate balance between 
providing an applicant sufficient time to take action in response 
to a “Notice of Omitted Items” and avoiding unnecessary delays 
in the examination of the application, which would be undesir- 
able in view of 35 U.S.C. 154 as amended by Public Law 103- 
465. While an applicant willing to accept a nonprovisional 
application as deposited in the PTO need not respond to the 
“Notice of Omitted Items,” the filing of an express communica- 
tion to that effect would permit the PTO to proceed with the 
processing of the application for examination, and, as such, 
may reduce the delay in the examination of the application. 

While a “Notice of Omitted Items” is not an action within 

the meaning of 35 U.S.C. 133, the principles regarding nonre- 
ceipt or delayed receipt of a “Notice of Omitted Items,” due 
either to a failure on the part of the PTO to properly mail such 
notice or a failure on the part of the U.S. Postal Service to 
deliver such notice to the correspondence address in a timely 
manner, are applicable to the nonreceipt or delayed receipt of 
a “Notice of Omitted Items.” Applicants are directed to the 
Notice entitled “Withdrawing the Holding of Abandonment 
When Office Actions Are Not Received,” published in the PTO 
Official Gazette at 1156 Off. Gaz. Pat. Office 53 (November 
16, 1993), for the evidence necessary to establish nonreceipt 
of a “Notice of Omitted Items,” and the Notice entitled ““‘Proce- 
dures For Restarting Response Periods,” published in the PTO 
Official Gazette at 1160 Off. Gaz. Pat. Office 14 (March 1, 
1994), for the evidence necessary to establish delayed receipt 
of a “Notice of Omitted Items.” 
Comment (10): One comment suggested that while the pro- 
posed procedure is an improvement, it still conflicts with 35 
U.S.C. 112 and 113. The comment specifically argues that the 
sufficiency of an application is a matter for determination by 
an examiner skilled in the subject matter of the application, in 
that Congress did not intend that the sufficiency of an applica- 
tion be determined by the Initial Patent Examination Division. 
Response: The adopted procedure will accord a filing date to 
any application that contains something that can be construed 
as a written description, any necessary drawing, and, in a non- 
provisional application, at least one claim. This procedure is 
consistent with the requirements for a filing date as set forth 
in 35 U.S.C. 111, 112, and 113. 35 U.S.C. 113, second sentence, 
contemplates that drawings may be filed after the filing date 
of an application. 35 U.S.C. 113, however, provides that an 
“applicant shall furnish a drawing where necessary for the 
understanding of the subject matter sought to be patented,” and 
35 U.S.C. 111(a)(4) and 111(b)(4) each provide, in part, that 
the “filing date . . . shall be the date on which . . . any required 
drawing are received in the Patent and Trademark Office.” As 
such, the PTO has the statutory authority, and responsibility, 
to determine whether a drawing is necessary under 35 U.S.C. 
113 in an application filed without drawings prior to according 
a filing date to that application. 

There is nothing in 35 U.S.C. 111, 112, or 113 that limits 
the authority of the Commissioner to delegate the determination 
of whether or when any application meets the requirements for 
a filing date as set forth in 35 U.S.C. 111, 112, and 113. In 
any event, filing date issues are, as discussed supra, ultimately 
decided by Office of the Deputy Assistant Commissioner for 
Patent Policy and Projects on the basis of whether and when 
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the application meets the requirements for a filing date as set 
forth in 35 U.S.C. 111, 112, and 113, and not on the basis of 
who made the initial decision not to accord a filing date to the 
application. 
Comment (11): One comment suggested that the proposed 
procedure be adopted by rulemaking. Another comment sug- 
gested that the proposed procedure either be adopted by rulem- 
aking or clearly set forth in the MPEP. 
Response: 37 CFR 1.53(b)(1) provides that the “filing date of 
an application for patent filed under this section, except for a 
provisional application, is the date on which: a specification 
containing a description pursuant to § 1.71 and at least one 
claim pursuant to § 1.75; and any drawing required by § 1.81(a), 
are filed in the Patent and Trademark Office in the name of 
the actual inventor or inventors as required by § 1.41.” 37 
CFR 1.53(b)(2) provides that the “filing date of a provisional 
application is the date on which: a specification as prescribed 
by 35 U.S.C. 112, first paragraph; and any drawing required 
by § 1.81(a), are filed in the Patent and Trademark Office in 
the name of the actual inventor or inventors as required by § 
1.41.” Thus, no change to the rules of practice is necessary to 
adopt the procedure set forth in this notice. 

It should be noted that the MPEP 608.01 sets forth the former 
procedure for treating an application filed without all of the 
pages of specification or filed under 35 U.S.C. 111(a) without 
at least one claim. Likewise, MPEP 608.02 sets forth the former 
procedure for treating an application filed without drawings or 
all of the figures of drawings. 

The next revision of the MPEP will incorporate the change 
in procedure set forth in this notice. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


June 5, 1996 


[1188 OG 48] 


Patent and Trademark Office 
37 CFR Part 1 


Changes in Patent Drawing Standards 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice regarding patent drawings to 
adopt international standards and to eliminate unnecessary 
requirements. The Office is amending the rules to provide 
clarification and adopt international standards; to delete the 
reference to changes by bonded draftsmen since the Office will 
no longer release drawings from patent applications and to 
include the option of submitting black and white photographs 
in lieu of black ink drawings. 

Effective Date: October 1, 1993. These rules will be applicable 
to all drawings and papers filed with the Office on or after the 
effective date. 

For Further Information Contact: Richard A. Bawcombe by 
telephone at (703) 305-8594, by mail marked to his attention 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231, or by facsimile transmission to his 
attention at (703) 305-4372. 

Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register (57 FR 42721) on 
September 16, 1992, and in the Patent and Trademark Office 
Official Gazette (1143 Off. Gaz. Pat Office 13) on Oct. 6, 1992, 
the Office proposed to amend the rules of practice in patent 
drawings. Drawings acceptable for patent applications filed 
outside of the United States are not always acceptable in a 
patent application filed in the United States. Therefore, the 
tules relating to drawing requirements are being amended to 
enable the Office, when appropriate, to accept drawings that 
are capable of clear reproduction for the printing of any resulting 
patent. Drawings in compliance with the old § 1.84 will be in 
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compliance with the new § 1.84. An oral hearing was not 
conducted. However, six written comments were submitted. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and several 
of the suggested modifications have been adopted. 

Another modification, since the “Notice of Proposed Rulem- 

aking,” is under § 1.84 wherein five sets of drawings were 
required, but the total has been decreased to three sets due to 
a reassessment of the need for the additional copies for Office 
use. The comments and responses are discussed below. 
Comment: Three comments were received regarding the pro- 
posed changes within § 1.84(b). Three other comments were 
received regarding the proposed changes to § 1.165. All six 
comments suggested that the Office continue to accept mounted 
photographs. 
Response: The Office will adopt the suggestion and continue 
to accept mounted photographs for utility, design, and plant 
patent applications. The initial reason the Office sought to 
change the rule was to overcome the problem of mounted 
photographs becoming detached and separated from the file. 
The apparent burden to applicants associated with the Office 
not accepting mounted photographs is the reason the Office 
will continue to permit mounted photographs provided they 
are permanently affixed. 

Several of the commenters mentioned that they have never 
had problems with mounted photographs. As commentary on 
these remarks, it is not the person filing the drawings who would 
have problems with mounted photographs; it is the Office. And, 
indeed, the Office has, in the past, experienced problems with 
mounted photographs coming loose from the paper they are 
mounted on. When this happens, the photographs can become 
displaced from the file and lost. This has occurred many times, 
leading to frustration and wasted effort on the part of many 
practitioners, as well as on the part of Office personnel. If 
mounted photographs are to be used, they must be mounted in 
such a way that they cannot become loose from the bristol 
board to which they are mounted. 

Comment: Two of the comments regarding 1.84(b) also men- 
tioned that the proposed rules would not allow more than one 
figure on each sheet of drawings where photographs are being 
used, and sought relief from this proposed change. 
Response: Since the Office will continue to accept mounted 
photographs, the Office will also accept sheets of drawings 
where more than one photograph appears on the drawing sheet 
provided that all other drawing requirements are met. 
Comment: Two of the comments suggested that the Office not 
require photographs to be on A4 size paper. 

Response: The Office will adopt the suggestion. The Office 
will accept photographs on one of the four paper sizes specified 
in § 1.84(f), as long as all sheets are the same size. 
Comment: Regarding § 1.84(f), one comment suggested that 
the Office permit use of an additional size of paper, i.e., 21.6 
cm. by 27.9 cm. (8 1/2 by 11 inches). 

Response: The Office will adopt the suggestion. The adoption 
of the suggestion to add an additional paper size under § 1.84(f), 
results in the need for an additional margin size. Therefore, an 
additional paragraph is added to § 1.84(g) to state that “On 
21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) drawing sheets, each 
sheet must include a top margin of 2.5 cm. (1 inch) and bottom 
and side margins of .64 cm. (1/4 inch) from the edges, thereby 
leaving a sight precisely 20.3 by 24.8 cm. (8 by 9 3/4 inches).” 
Comment: Regarding 1.84(p)(3), one comment suggested liber- 
alization for drawings which include typewritten subject matter, 
such as gene or protein sequences that consist predominantly 
of letters, sometimes with underlining and boxes around them. 
Other situations cited were graphs and photographs of gels, 
which often appear in biotechnological inventions, which 
include typed matter as legends. 

Response: The suggestion has not been adopted because letters 
need to stand at the designated height to maintain legibility 
when reductions become necessary to accommodate the various 
photocomposed products. 

Comment: Regarding § 1.84(w), one comment mentioned that 
correction fluid is not permanent and has a tendency to flake 
and fall from the surface it covers. 

Response: Section 1.84(w) permits correction fluid to be used 
provided the correction fluid is durable and permanent. If cor- 
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rection fluid is used on drawings submitted to the Office, the 
applicant will be required by the Office to correct the drawings 
if the correction fluid becomes loose before the patent printing 
process is completed. 

Comment: One comment suggested that § 1.152 was improper 
in permitting either ink drawings or photographs to be submitted 
with an application for a design patent, but not both, and in 
requiring any photographs submitted to show only the design 
claimed and none of the environment in which it is used. 
The comment argued that prohibition against using both ink 
drawings and photographs is inconsistent with 35 U.S.C. 112. 
Under that section of the statute, a design patent application 
must disclose the invention “in such full, clear, concise, and 
exact terms as enable any person skilled in the art ... to make and 
use” the invention and “set forth the best mode contemplated by 
the inventor of carrying out his invention.” 

Response: Section 1.152 is consistent with 35 U.S.C. 112. The 
introduction of both photographs and ink drawings in a design 
application would result in a high probability of inconsistencies 
between corresponding elements on the ink drawings as com- 
pared with the photographs. However, if special circumstances 
warrant use of both ink drawings and photographs, applicant 
can file a petition under § 1.183 to permit both in a design 
application if such drawings do not introduce inconsistencies 
between the views. 


DISCUSSION OF SPECIFIC SECTIONS CHANGED OR 
ADDED: 


Section 1.17(h) is amended to include a reference to § 1.84 
for accepting color drawings or photographs in utility patent 
applications. 

Section 1.19(a)(3) is amended to change the citation of § 
1.84(p) to § 1.84(a)(2) in view of the amendments to § 1.84. 

Section 1.71(d) is amended to change the citation of § 1.84(0) 
to § 1.84(s) in view of the amendments to § 1.84. 

Section 1.84 is revised as follows: 


(a) Drawings. This paragraph is added to classify drawings 
into two categories, i.e., black ink and color, and deletes the 
limitation that the use of white pigment to cover lines is not 
normally acceptable. The black ink drawing requirements are 
amended to allow computer-generated drawings to be accepted 
subject to the same standards applied to all black ink drawings. 
Color drawing requirements are moved from § 1.84(p) to § 
1.84(a). Color drawings may be acceptable upon the granting 
of a petition filed under this paragraph explaining why the 
color drawings are necessary. A petition is required because 
the special handling necessary for color drawings is time con- 
suming and the Office cannot permit such a special procedure 
except in extenuating circumstances. Since utility patents are 
not printed in color, 3 sets of color drawings are necessary for 
proper distribution within the Office. One color set will be 
attached to the Letters Patent for routing to the applicant. The 
remaining two color sets will be routed to (1) the patent file, 
and (2) the Office of Publication and Dissemination, Patent 
and Trademark Copy Sales, for copying purposes when a copy 
in color of a utility patent containing a color drawing, as pro- 
vided for in § 119(a)(3), is requested. 

(b) Photographs. This paragraph permits the acceptance of 
photographs upon granting of an applicant’s petition. The 
Office will accept black and white and color photographs or 
photomicrographs (not photolithographs or other reproductions 
of photographs made by using screens) developed on double 
weight photographic paper or permanently mounted on bristol 
board, in lieu of ink drawings. The photographs must be of 
sufficient quality so that all details in the drawing are reproduc- 
ible in the printed patent. 

(c) Identification of drawings. This paragraph permits an 
applicant to provide proper identification information on the 
reverse side of each sheet of drawings. The identification infor- 
mation allows the Office to match drawing sheets with the 
proper application. The identification information should 
include the application number, if known, or the title of the 
invention, inventor’s name, docket number (if any), and name 
and telephone number of the person to call if the drawings 
cannot be matched to the proper patent application. The Office 
will not object if identifying information is not present; how- 
ever, if the drawings become separated, it will be virtually 
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impossible for the Office to match the drawings with the appli- 
cation. This paragraph is restructured from previous § 1.84(1) 
and revised to state that the preferred placement of the informa- 
tion is on the back side of the drawing sheets. 

(d) Graphic forms in drawings. This paragraph is added to 
set standards for chemical and mathematical formulae to align 
Office standards for formulae, tables, and waveforms with inter- 
national standards. 

(e) Type of paper. This paragraph is a revision of previous 
§1.84(a) to set forth the requirements for the type of paper to be 
used for drawings, including the type of paper for photographs. 

(f) Size of paper. This paragraph clarifies Office requirements 
set forth in previous § 1.84(b) and permits one additional size 
of paper, i.e., 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches) for 
drawings. 

(g) Margins. This paragraph is restructured from previous § 
1.84(b) to indicate how the size of the paper changes the margin 
requirements. The Office will accept four sizes of paper, how- 
ever, the sight (i.e. the usable surface) is the same for two of 
the paper sizes, i.e., 21.6 cm. by 33.1 cm. (8 1/2 by 13 inches), 
and 21.6 cm. by 35.6 cm. (8 1/2 by 14 inches). The sight is 
17 0 cm. by 26.2 cm. for DIN size A4 paper. The sight is 20.3 
cm. by 24.8 cm. (8 by 9 3/4 inches) for the added paper size 
of 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). 

(h) Views. This paragraph is added to reformat previous § 
1.84(i) to provide a logical arrangement of the different views 
provided in the rules, to revise the standards for purposes of 
clarification, to include the standard for waveforms to show the 
relative timing, to provide clearer language relative to hatching 
shown on drawings, to set forth the standard for depicting 
hatching in sectional views as regularly spaced parallel oblique 
strokes which precludes use of cross-hatching strokes, and 
to include requirements pertaining to alternate positions. In 
addition, both Roman and Arabic numerals are acceptable to 
designate the section being illustrated. 

(i) Arrangement of views. This paragraph is relocated from 
previous § 1.84(j) and revised to incorporate international stan- 
dards. In addition, this paragraph is changed and broadened to 
provide for placement of words on drawings. One view is not 
to be superimposed within the outline of another. The changes 
expand the possibilities for presenting graphs to conform to 
standard scientific conventions, while using a format which is 
compatible with automated patent searching displays. See 1121 
Off. Gaz. Pat. Office 54 (Dec. 25, 1990) and 1129 Off. Gaz. 
Pat. Office 22 (Aug. 13, 1991). 

(j) View for Official Gazette. This paragraph is relocated 
from previous § 1.84(k). 

(k) Scale. This paragraph is relocated from previous § 1.84(e) 
and § 1.84(i) and revised to indicate that the words “actual 
size” or “scale 1/2” on the drawings are not permitted since 
the meaning is lost in reduction/enlargement. The paragraph 
provides that elements of the same view must be in proportion 
to each other, unless a difference in proportion is indispensable 
for the clarity of the view. As a preferred alternative to a 
difference in proportion within one view for the purpose of 
achieving the necessary clarity, a supplementary view may be 
added giving a larger-scale illustration of an element from the 
initial view. When a supplementary view is included, it is 
recommended that the enlarged element shown in the second 
view be surrounded by a finely drawn or “dot-dash” circle in 
the first view pinpointing its location, without obscuring the 
view. 

(1) Character of lines, numbers, and letters. This paragraph 
is relocated from previous § 1.84(c) and revised to indicate 
that lines and strokes of different thicknesses may be used in 
the same drawing where different thicknesses have different 
meanings. In addition, this paragraph is changed and broadened 
to allow drawings to be made by any process which will give 
them satisfactory reproduction characteristics. 

(m) Shading. This paragraph is changed and broadened to 
expand definitions for shading and deletes the limitation that 
drawings transmitted to the Office should be sent flat, protected 
by a sheet of heavy binder’s board, or rolled for transmission 
in a suitable mailing tube. This change provides the individual 
practitioner with greater discretion on how to send drawings. 
In addition, this paragraph is relocated from previous § 1.84(d) 
to separate shading requirements from hatching requirements 
by stating that shading may be used to indicate the surface or 
shape of spherical, cylindrical, and conical elements of an 
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object, and that spaced lines are preferred for shading purposes. 
Solid black areas are not permitted, except when used to repre- 
sent bar graphs or color. 

(n) Symbols. This paragraph is relocated from previous § 
1.84(g) to separate symbols requirements from legends require- 
ments and enlarges the number of acceptable symbols. Known 
devices should be illustrated by symbols which have a univer- 
sally-recognized meaning, and which are generally accepted 
in the art, provided no further detail is essential for under- 
standing the subject matter of the claimed invention. Symbols 
which are not universally recognized may be used if they are 
not likely to be confused with existing conventional symbols 
and if they are readily identifiable, subject to approval by the 
Examiner. 

(0) Legends. This paragraph is relocated from previous § 
1.84(g) to separate legends requirements from symbols require- 
ments and revised to integrate international standards. Where 
text matter is (1) deemed indispensable for understanding the 
drawing or (2) may be required by the Examiner, a minimum 
of words should be used. While such requirement by the Exam- 
iner was not contained in the “Notice of Proposed Rulemaking,” 
it was contained in former § 1.84(g). Words should not be used 
to describe the figure itself, such as “this is a bar graph.” All 
text legends are subject to approval by the examiner. 

(p) Numbers, letters, and reference characters. This para- 
graph is relocated from previous § 1.84(f) and revised to include 
numbers and letters in the heading formerly designated “refer- 
ence characters.” This section has been reformatted into five 
subsections and revised to integrate international standards, 
where possible. Although the Latin alphabet is used in the 
international standard, the Office takes the view that the English 
alphabet is more universally acceptable for letters, except where 
another alphabet is customarily used, such as the Greek alphabet 
to indicate angles, wavelengths, and mathematical formulae. 
In addition, the characters used must be oriented in the same 
direction as the view so as to avoid having to rotate the sheet. 
Reference characters should be so arranged to follow the profile 
of the object depicted. See 1121 Off. Gaz. Pat. Office 54 (Dec. 
25, 1990) and 1129 Off. Gaz. Pat. Office 22 (Aug. 13, 1991). 

(q) Lead lines. This paragraph is added to integrate interna- 
tional standards, to incorporate brief language which appears 
in previous § 1.84(f), and to change and expand the definition 
for lead lines. Lead lines are those lines between the reference 
characters and the details referred to, and they must be executed 
in the same way as other lines in the drawing. 

(r) Arrows. This paragraph is relocated from previous § 
1.84(g) and revised to indicate the meaning of the use of arrows, 
and to show that they may be used at the end of lead lines 
only if their meaning is clear. 

(s) Copyright or mask work notice. This paragraph is relo- 
cated from previous § 1.84(o0). 

(t) Numbering of sheets of drawings. This paragraph is relo- 
cated from previous § 1.84(n) and changed and broadened to 
allow for the placement of sheet numbers within the sight of 
the drawing. It is preferable that the sheets be numbered with 
two Arabic numerals placed on either side of an oblique line, 
with the first number being the sheet number and the second 
the total number of sheets of drawings. 

(u) Numbering of views. This paragraph is relocated from 
previous § 1.84(i) and, for clarity, is separately identified in 
this new section. Use of the abbreviation “FIG.” must precede 
all view numbers. 

(v) Security markings. This paragraph is relocated from pre- 
vious § 1.84(1) to provide that security markings may be placed 
on the drawings if they are outside the sight and preferably 
centered in the top margin. 

(w) Corrections. This paragraph is added to provide that any 
corrections made on drawings submitted to the Office must be 
durable and permanent. The language is revised from previous 
1.84(a) which prohibited the use of white pigment to cover 
lines. 

(x) Holes. This paragraph is relocated from previous § 1.84(b) 
to permit two holes to be punched in the top margin of the 
drawings with their center lines spaced 7.0 cm. (2 3/4 inches) 
apart. 


Section 1.88 is removed and reserved since the changes 
effective January |, 1991, in § 1.85(b) make the regulation 
regarding the transfer of drawings unnecessary. Since the Office 
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no longer releases drawings from patent applications, applicants 
are generally retaining the master copy of the drawings. Accord- 
ingly, applicants can easily file a copy of drawings in an applica- 
tion and therefore eliminate the need for the Office to transfer 
drawings. Any situations which present a hardship to applicants 
may be accommodated by the filing of a petition under § 1.182 
requesting the transfer of the drawings. 

Section 1.123 prescribes procedures for amending drawings. 
With the adoption of new rules for amending drawings effective 
January 1, 1989, the Office no longer requires the submission 
of formal drawings upon filing a patent application. See 1097 
Off. Gaz. Pat. Office 36 (Dec. 13, 1988). Since corrections 
are the responsibility of the applicant, the original drawing(s) 
should be retained by the applicant for future correction, if 
necessary. 

As a result of adoption of the new rules in 1989 relating to 
drawings, the Office will no longer release to applicants, bonded 
drafting companies or others, drawings from patent applica- 
tions. Effective January 1, 1991, § 1.85(b) prohibits release of 
drawings from all patent applications. Accordingly, the refer- 
ence to changes by bonded draftsmen is deleted from § 1.123. 

Section 1.152 is revised to provide that photographs and ink 
drawings must not be combined in one design application. The 
reason for this requirement is to avoid inconsistencies between 
the photograph and the drawing, and further eliminate views 
that may distort the proportionate relationship between the 
corresponding elements on the drawing and the photograph. 
All design photographs are limited to the design for the article 
claimed and are not to include environmental structure. 

Color drawings and color photographs are not permissible 
in design patent applications. The submission of color photo- 
graphs will be accepted for filing date purposes, in design 
patent applications, contrary to the requirement for black ink 
drawings. The Applications Processing Division has been 
authorized to construe the color photographs as informal draw- 
ings, rather than to hold the applications incomplete as filed. 
By so construing color photographs when filed as informal 
drawings, the Office will accept the applications without 
requiring applicants to file a petition to obtain the original 
deposit date as the filing date. During the course of prosecution, 
the Examiner will require properly executed formal black ink 
drawings or black and white photographs as a substitute for 
the originally filed color photographs prior to allowance of the 
claim. Solid black surface shading is not permitted on a design 
drawing, except when used to represent color contrast. 

Section 1.165 is revised to provide that plant patent drawings 
must comply with the requirements of § 1.84. The current 
exception that plant patent drawings do not automatically 
require view numbers and reference characters is maintained. 
Two sets of the drawings are needed. One set will be forwarded 
to the Department of Agriculture and the other set will be 
routed to the Office of Publication and Dissemination, Patent 
and Trademark Copy Sales, for copying purposes. 


OTHER CONSIDERATIONS 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 

The Acting General Counsel of the Department of Commerce 
has certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal 
impact of these changes is to revise and reformat the drawing 
standards to adopt international standards, to the extent possible, 
and to facilitate access to sections through inclusion of pertinent 
subsection headings, which should be helpful to small entities. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291 The annual effect 
on the economy will be less than $100 million. There will be 
no major increase in costs or prices for consumers, individuals, 
industries, Federal, state or local government agencies, or geo- 
graphic regions because most of the changes reduce procedural 
burdens. There will be no adverse effects on competition, 
employment, investment, productivity, innovation, or on the 
ability of United States-based enterprises to compete with for- 
eign-based enterprises in domestic or export markets. 
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The Office has also determined that these rule changes have 
no Federalism implications affecting the relationship between 
the National Government and the States as outlined in Executive 
Order 12612. 

These rule changes contain a collection of information 
requirements subject to the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq., which has previously been approved 
by the Office of Management and Budget under Control No. 
0651-0011. 


List of Subjects in 37 CFR Part 1. 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting, and Record 
keeping requirement. 

For the reasons set out in the preamble, and pursuant to the 
authority contained in 35 U.S.C. 6, Part 1 of Title 37 of the 
Code of Federal Regulations is amended as set forth below. 


PART | - RULES OF PRACTICE IN PATENT CASES 


The authority citation for 37 CFR Part | continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.17(h) is revised to read as follows: 


§ 1.77 Patent application processing fees. 
*es* *£* 


(h) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this para- 


§ 1.47—for filing by other than all the inventors or a person 
not the inventor. 

§ 1.48—for correction of inventorship 

§ 1.84—for accepting color drawings or photographs. 

§ 1.182—for decision on questions not specifically provided 
for. 

§ 1.183—to suspend the rules. 

§ 1.295—for review of refusal to publish a statutory invention 
registration. 

§ 1.377—for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of patent. 
§ 1.378(e)—for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in expired patent. 
§ 1.644(e)—for petition in an interference. 

§ 1.644(f)—for request for reconsideration of a decision on 
petition in an interference. 

§ 1.666(c)—for late filing of interference settlement agreement. 
§§ 5.12, 5.13, & 5.14—for expedited handling of a foreign 
filing license. 

§ 5.15—for changing the scope of a license. 

§ 5.25—for retroactive license. 


se ee & 


3. Section 1.19(a)(3) is revised to read as follows: 


§ 1.19 Document supply fees. 


ese e£* * 
(a) Uncertified copies of patents: 
ese ee % 


(3) Copy of a utility patent or statutory invention registration 
containing color drawing (see § 1.84(a)(2)) 


see e * 


4. Section |.71(d) is revised to read as follows: 


§ 1.71 Detailed description and specification of the inven- 
tion. 


ese ee * 
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(d) A copyright or mask work notice may be placed in a 
design or utility patent application adjacent to copyright and 
mask work material contained therein. The notice may appear 
at any appropriate portion of the patent application disclosure. 
For notices in drawings, see § 1.84(s). The content of the notice 
must be limited to only those elements provided for by law. 
For example, “ ©1983 John Doe” (17 U.S.C. 401) and “*M* 
John Doe” (17 U.S.C. 909) would be properly limited and, 
under current statutes, legally sufficient notices of copyright 
and mask work, respectively. Inclusion of a copyright or mask 
work notice will be permitted only if the authorization language 
set forth in paragraph (e) of this section is included at the 
beginning (preferably as the first paragraph) of the specifica- 
tion. 


ee ee * 


5. Section 1.84 is revised to read as follows: 
§ 1.84. Standards for drawings. 


(a) Drawings. There are two acceptable categories for pres- 
enting drawings in utility patent applications: 

(1) Black ink. Black and white drawings are normally 
required. India ink, or its equivalent that secures solid black 
lines, must be used for drawings, or 

(2) Color. On rare occasions, color drawings may be neces- 
sary as the only practical medium by which to disclose the 
subject matter sought to be patented in a utility patent applica- 
tion or the subject matter of a statutory invention registration. 
The Patent and Trademark Office will accept color drawings 
in utility patent applications and statutory invention registra- 
tions only after granting a petition filed under this paragraph 
explaining why the color drawings are necessary. Any such 
petition must include the following: 

(i) The appropriate fee set forth in § 1.17(h); 
(ii) Three (3) sets of color drawings; and 
(iii) The specification must contain the following language as 
the first paragraph in that portion of the specification 
relating to the brief description of the drawing: 
The file of this patent contains at least one 
drawing executed in color. Copies of this patent 
with color drawing(s) will be provided by the 
Patent and Trademark Office upon request and 
payment of the necessary fee.” 

If the language is not in the specification, a proposed amend- 
ment to insert the language must accompany the petition. 

(b)Photographs. 

(1) Black and white. Photographs are not ordinarily per- 
mitted in utility and design patent applications. However, the 
Office will accept photographs in utility and design patent 
applications only after granting a petition filed under this para- 
graph which requests that photographs be accepted. Any such 
petition must include the following: 

(i) The appropriate fee set forth in 1.17(h); and 

(ii) Three (3) sets of photographs. Photographs must 
either be developed on double weight photographic paper or 
be permanently mounted on bristol board. The photographs 
must be of sufficient quality so that all details in the drawing 
are reproducible in the printed patent. 

(2) Color. Color photographs will be accepted in utility 
patent applications if the conditions for accepting color draw- 
ings have been satisfied. See paragraph (a)(2) of this section. 

(c) Identification of drawings. Identifying indicia, if pro- 
vided, should include the application number or the title of the 
invention, inventor’s name, docket number (if any), and the 
name and telephone number of a person to call if the Office 
is unable to match the drawings to the proper application. This 
information should be placed on the back of each sheet of 
drawings a minimum distance of 1.5 cm. (5/8 inch) down from 
the top of the page. 

(d) Graphic forms in drawings. Chemical or mathematical 
formulae, tables, and waveforms may be submitted as drawings, 
and are subject to the same requirements as drawings. Each 
chemical or mathematical formula must be labeled as a separate 
figure, using brackets when necessary, to show that information 
is properly integrated. Each group of waveforms must be pre- 
sented as a single figure, using a common vertical axis with time 
extending along the horizontal axis. Each individual waveform 
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discussed in the specification must be identified with a separate 
letter designation adjacent to the vertical axis. 

(e) Type of paper. Drawings submitted to the Office must 
be made on paper which is flexible, strong, white, smooth, 
nonshiny, and durable. All sheets must be free from cracks, 
creases, and folds. Only one side of the sheet shall be used for 
the drawing. Each sheet must be reasonably free from erasures 
and must be free from alterations, overwritings, and interlinea- 
tions. Photographs must either be developed on double weight 
photographic paper or be permanently mounted on bristol 
board. See paragraph (b) of this section for other requirements 
for photographs. 

(f) Size of paper. All drawing sheets in an application must 
be the same size. One of the shorter sides of the sheet is regarded 
as its top. The size of the sheets on which drawings are made 
must be: 

(1) 21.6 cm. by 35.6 cm. (8 1/2 by 14 inches), 

(2) 21.6 cm. by 33.1 cm. (8 1/2 by 13 inches), 

(3) 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches), or 

(4) 21.0 cm. by 29.7 cm. (DIN size A4). 

(g) Margins. The sheets must not contain frames around 
the sight, i.e., the usable surface. The following margins are 
required: 

(1) On 21.6 cm. by 35.6 cm. (8 1/2 by 14 inch) drawing 
sheets, each sheet must include a top margin of 5.1 cm. (2 
inches), and bottom and side margins of .64 cm. (14 inch) from 
the edges, thereby leaving a sight no greater than 20.3 cm. by 
29.8 cm. (8 by 11 3/4 inches). : 

(2) On 21.6 cm. by 33.1 cm. (8 1/2 by 13 inch) drawing 
sheets, each sheet must include a top margin of 2.5 cm. (1 
inch) and bottom and side margins of .64 cm. (14 inch) from 
the edges, thereby leaving a sight no greater than 20.3 cm. by 
29.8 cm. (8 by 11 3/4 inches). 

(3) On 21.6 cm. by 27.9 Cm. (8 1/2 by 11 inch) drawing 
sheets, each sheet must include a top margin of 2.5 cm. (1 
inch) and bottom and side margins of .64 cm. (1/4 inch) from 
the edges, thereby leaving a sight no greater than 20.3 cm. by 
24.8 cm. (8 by 9 3/4 inches). 

(4) On 21.0 cm. by 29.7 cm. (DIN size A4) drawing sheets. 
each sheet must include a top margin of at least 2.5 cm., a left 
side margin of 2.5 cm., a right side margin of 1.5 cm., and a 
bottom margin of 1.0 cm., thereby leaving a sight no greater 
than 17.0 cm. by 26.2 cm. 

(h) Views. The drawing must contain as many views as 
necessary to show the invention. The views may be plan, eleva- 
tion, section, or perspective views. Detail views of portions of 
elements, on a larger scale if necessary, may also be used. All 
views of the drawing must be grouped together and arranged 
on the sheet(s) without wasting space, preferably in an upright 
position, clearly separated from one another, and must not be 
included in the sheets containing the specifications, claims, or 
abstract. Views must not be connected by projection lines and 
must not contain center lines. Waveforms of electrical signals 
may be connected by dashed lines to show the relative timing 
of the waveforms. 

(1) Exploded views. Exploded views, with the separated 
parts embraced by a bracket, to show the relationship or order 
of assembly of various parts are permissible. When an exploded 
view is shown in a figure which is on the same sheet as another 
figure, the exploded view should be placed in brackets. 

(2) Partial views. When necessary, a view of a large 
machine or device in its entirety may be broken into partial 
views on a single sheet, or extended over several sheets if there 
is no loss in facility of understanding the view. Partial views 
drawn on separate sheets must always be capable of being 
linked edge to edge so that no partial view contains parts of 
another partial view. A smaller scale view should be included 
showing the whole formed by the partial views and indicating 
the positions of the parts shown. When a portion of a view is 
enlarged for magnification purposes, the view and the enlarged 
view must each be labeled as separate views. 

(i) Where views on two or more sheets form, in effect, 
a single complete view, the views on the several sheets must be 
so arranged that the complete figure can be assembled without 
concealing any part of any of the views appearing on the various 
sheets. 

(ii) A very long view may be divided into several parts 
placed one above the other on a single sheet. However, the 
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relationship between the different parts must be clear and unam- 
biguous. 

(3) Sectional views. The plane upon which a sectional 
view is taken should be indicated on the view from which the 
section is cut by a broken line. The ends of the broken line 
should be designated by Arabic or Roman numerals corres- 
ponding to the view number of the sectional view, and should 
have arrows to indicate the direction of sight. Hatching must 
be used to indicate section portions of an object, and must be 
made by regularly spaced oblique parallel lines spaced suffi- 
ciently apart to enable the lines to be distinguished without 
difficulty. Hatching should not impede the clear reading of the 
reference characters and lead lines. If it is not possible to place 
reference characters outside the hatched area, the hatching may 
be broken off wherever reference characters are inserted. 
Hatching must be at a substantial angle to the surrounding axes 
or principal lines, preferably 45. A cross section must be set 
out and drawn to show all of the materials as they are shown 
in the view from which the cross section was taken. The parts 
in cross section must show proper material(s) by hatching with 
regularly spaced parallel oblique strokes, the space between 
strokes being chosen on the basis of the total area to be hatched. 
The various parts of a cross section of the same item should 
be hatched in the same manner and should accurately and 
graphically indicate the nature of the material(s) that is illus- 
trated in cross section. The hatching of juxtaposed different 
elements must be angled in a different way. In the case of large 
areas, hatching may be confined to an edging drawn around 
the entire inside of the outline of the area to be hatched. Dif- 
ferent types of hatching should have different conventional 
meanings as regards the nature of a material seen in cross 
section. 

(4) Alternate position. A moved position may be shown 
by a broken line superimposed upon a suitable view if this can 
be done without crowding; otherwise, a separate view must be 
used for this purpose. 

(5) Modified forms. Modified forms of construction must 
be shown in separate views. 

(i) Arrangement of views. One view must not be placed upon 
another or within the outline of another. All views on the same 
sheet should stand in the same direction and, if possible, stand 
so that they can be read with the sheet held in an upright 
position. If views wider than the width of the sheet are necessary 
for the clearest illustration of the invention, the sheet may be 
turned on its side so that the top of the sheet, with the appropriate 
top margin to be used as the heading space, is on the right- 
hand side. Words must appear in a horizontal, left-to-right 
fashion when the page is either upright or turned so that the 
top becomes the right side, except for graphs utilizing standard 
scientific convention to denote the axis of abscissas (of X) and 
the axis of ordinates (of Y). 

(j) View for Official Gazette. One of the views should be 
suitable for publication in the Official Gazette as the illustration 
of the invention. 

(k) Scale. 

(1) The scale to which a drawing is made must be large 
enough to show the mechanism without crowding when the 
drawing is reduced in size to two-thirds in reproduction. Views 
of portions of the mechanism on a larger scale should be used 
when necessary to show details clearly. Two or more sheets 
may be used if one does not give sufficient room. The number 
of sheets should be kept to a minimum. 

(2) When approved by the examiner, the scale of the 
drawing may be graphically represented. Indications such as 
“actual size” or “scale 1/2” on the drawings, are not permitted, 
since these lose their meaning with reproduction in a different 
format. 

(3) Elements of the same view must be in proportion to 
each other, unless a difference in proportion is indispensable 
for the clarity of the view. Instead of showing elements in 
different proportion, a supplementary view may be added giving 
a larger-scale illustration of the element of the initial view. 
The enlarged element shown in the second view should be 
surrounded by a finely drawn or “dot-dash” circle in the first 
view indicating its location without obscuring the view. 

(1) Character of lines, numbers, and letters. All drawings 
must be made by a process which will give them satisfactory 
reproduction characteristics. Every line, number, and letter must 
be durable, clean, black (except for color drawings), sufficiently 
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dense and dark, and uniformly thick and well-defined. The 
weight of all lines and letters must be heavy enough to permit 
adequate reproduction. This requirement applies to all lines 
however fine, to shading, and to lines representing cut surfaces 
in sectional views. Lines and strokes of different thicknesses 
may be used in the same drawing where different thicknesses 
have a different meaning 

(m) Shading. The use of shading in views is encouraged if 
it aids in understanding the invention and if it does not reduce 
legibility. Shading is used to indicate the surface or shape of 
spherical, cylindrical, and conical elements of an object. Flat 
parts may also be lightly shaded. Such shading is preferred in 
the case of parts shown in perspective, but not for cross sections. 
See paragraph (h)(3) of this section. Spaced lines for shading 
are preferred. These lines must be thin, as few in number as 
practicable, and they must contrast with the rest of the drawings. 
As a substitute for shading, heavy lines on the shade side of 
objects can be used except where they superimpose on each 
other or obscure reference characters. Light should come from 
the upper left corner at an angle of 45 Surface delineations 
should preferably be shown by proper shading. Solid black 
shading areas are not permitted, except when used to represent 
bar graphs or color. 

(n) Symbols. Graphical drawing symbols may be used for 
conventional elements when appropriate. The elements for 
which such symbols and labeled representations are used must 
be adequately identified in the specification. Known devices 
should be illustrated by symbols which have a universally 
recognized conventional meaning and are generally accepted 
in the art. Other symbols which are not universally recognized 
may be used, subject to approval by the Office, if they are not 
likely to be confused with existing conventional symbols, and 
if they are readily identifiable. 

(o) Legends. Suitable descriptive legends may be used, or 
may be required by the Examiner, where necessary for under- 
standing of the drawing, subject to approval by the Office. 
They should contain as few words as possible. 

(p) Numbers, letters, and reference characters. 

(1) Reference characters (numerals are preferred), sheet 
numbers, and view numbers must be plain and legible, and must 
not be used in association with brackets or inverted commas, or 
enclosed within outlines, e.g., encircled. They must be oriented 
in the same direction as the view so as to avoid having to rotate 
the sheet. Reference characters should be arranged to follow 
the profile of the object depicted. 

(2) The English alphabet must be used for letters, except 
where another alphabet is customarily used, such as the Greek 
alphabet to indicate angles, wavelengths, and mathematical 
formulas. 

(3) Numbers, letters, and reference characters must mea- 
sure at least .32 cm. (1/8 inch) in height. They should not be 
placed in the drawing so as to interfere with its comprehension. 
Therefore, they should not cross or mingle with the lines. They 
should not be placed upon hatched or shaded surfaces. When 
necessary, such as indicating a surface or cross section, a refer- 
ence character may be underlined and a blank space may be 
left in the hatching or shading where the character occurs so 
that it appears distinct. 

(4) The same part of an invention appearing in more than 
one view of the drawing must always be designated by the 
same reference character, and the same reference character 
must never be used to designate different parts. 

(5) Reference characters not mentioned in the description 
shall not appear in the drawings. Reference characters men- 
tioned in the description must appear in the drawings. 

(q) Lead lines. Lead lines are those lines between the refer- 
ence characters and the details referred to. Such lines may be 
straight or curved and should be as short as possible. They 
must originate in the immediate proximity of the reference 
character and extend to the feature indicated. Lead lines must 
not cross each other. Lead lines are required for each reference 
character except for those which indicate the surface or cross 
section on which they are placed. Such a reference character 
must be underlined to make it clear that a lead line has not 
been left out by mistake. Lead lines must be executed in the 
same way as lines in the drawing. See paragraph (1) of this 
section. 

(r) Arrows. Arrows may be used at the ends of lines, provided 
that their meaning is clear, as follows: 
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(1) On a lead line, a freestanding arrow to indicate the 
entire section towards which it points; 

(2) On a lead line, an arrow touching a line to indicate 
the surface shown by the line looking along the direction of 
the arrow; or 

(3) To show the direction of movement. 

(s) Copyright or Mask Work Notice. A copyright or mask 
work notice may appear in the drawing, but must be placed 
within the sight of the drawing immediately below the figure 
representing the copyright or mask work material and be limited 
to letters having a print size of .32 cm. to .64 cm. (1/8 to 1/4 
inches) high. The content of the notice must be limited to only 
those elements provided for by law. For example, “© 1983 
John Doe” (17 U.S.C. 401) and “*M* John Doe” (17 U.S.C. 
909) would be properly limited and, under current statutes, 
legally sufficient notices of copyright and mask work, respec- 
tively. Inclusion of a copyright or mask work notice will be 
permitted only if the authorization language set forth in § 
1.71(e) is included at the beginning (preferably as the first 
paragraph) of the specification. 

(t) Numbering of sheets of drawings. The sheets of drawings 
should be numbered in consecutive Arabic numerals, starting 
with |, within the sight as defined in paragraph (g) of this 
section. These numbers, if present, must be placed in the middle 
of the top of the sheet, but not in the margin. The numbers 
can be placed on the right-hand side if the drawing extends 
too close to the middle of the top edge of the usable surface. 
The drawing sheet numbering must be clear and larger than 
the numbers used as reference characters to avoid confusion. 
The number of each sheet should be shown by two Arabic 
numerals placed on either side of an oblique line, with the first 
being the sheet number, and the second being the total number 
of sheets of drawings, with no other marking. 

(u) Numbering of views. 

(1) The different views must be numbered in consecutive 
Arabic numerals, starting with |, independent of the numbering 
of the sheets and, if possible, in the order in which they appear 
on the drawing sheet(s). Partial views intended to form one 
complete view, on one or several sheets, must be identified by 
the same number followed by a capital letter. View numbers 
must be preceded by the abbreviation “FIG.” Where only a 
single view is used in an application to illustrate the claimed 
invention, it must not be numbered and the abbreviation “FIG.” 
must not appear. 

(2) Numbers and letters identifying the views must be 
simple and clear and must not be used in association with 
brackets, circles, or inverted commas. The view numbers must 
be larger than the numbers used for reference characters. 

(v) Security markings. Authorized security markings may be 
placed on the drawings provided they are outside the sight, 
preferably centered in the top margin. 

(w) Corrections. Any corrections on drawings submitted to 
the Office must be durable and permanent. 

(x) Holes. The drawing sheets may be provided with two 
holes in the top margin. The holes should be equally spaced 
from the respective side edges, and their center lines should 
be spaced 7.0 cm. (2 3/4 inches) apart. 

(See § 1.152 for design drawings, § 1.165 for plant drawings, 
and § 1.174 for reissue drawings.) 


6. Section 1.88 is removed and reserved. 


§ 1.88 {Reserved} 
7. Section 1.123 is revised to read as follows: 


§ 1.123 Amendments to the drawing. 


No change in the drawing may be made except with permis- 
sion of the Office. Permissible changes in the construction 
shown in any drawing may be made only by the submission 
of a substitute drawing by applicant. A sketch in permanent 
ink showing proposed changes, to become part of the record, 
must be filed for approval by the examiner and should be a 


separate paper. 


8. Section 1.152 is revised to read as follows: 


§ 1.152 Design drawing. 
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The design must be represented by a drawing that complies 
with the requirements of § 1.84, and must contain a sufficient 
number of views to constitute a complete disclosure of the 
appearance of the article. Appropriate surface shading must be 
used to show the character or contour of the surfaces repre- 
sented. Solid black surface shading is not permitted except 
when used to represent color contrast. Broken lines may be 
used to show visible environmental structure, but may not be 
used to show hidden planes and surfaces which cannot be 
seen through opaque materials. Alternate positions of a design 
component, illustrated by full and broken lines in the same 
view are not permitted in a design drawing. Photographs and ink 
drawings must not be combined in one application. Photographs 
submitted in lieu of ink drawings in design patent applications 
must comply with § 1.84(b) and must not disclose environ- 
mental structure but must be limited to the design for the 
article claimed. Color drawings and color photographs are not 
permitted in design patent applications. 


9. Section 1.165 is revised to read as follows: 
§ 1.165 Plant drawings. 


(a) Plant patent drawings should be artistically and compe- 
tently executed and must comply with the requirements of 
§ 1.84. View numbers and reference characters need not be 
employed unless required by the examiner. The drawing must 
disclose all the distinctive characteristics of the plant capable 
of visual representation. 

(b) The drawing may be in color and when color is a distin- 
guishing characteristic of the new variety, the drawing must 
be in color. Two copies of color drawings or color photographs 
must be submitted. 


July 14, 1993 MICHAEL K. KIRK 
Acting Assistant Secretary and 
Acting Commissioner of 


Patents and Trademarks 
[1153 OG 33] 


(63) Temporary Suspension of “At Cost” Services 


for Orders for Certified Copies 


Effective immediately, and until further notice, the Certifica- 
tion Division, Office of Public Records, will temporarily sus- 
pend accepting requests for “at cost” service for orders of 
certified copies of PTO documents except where the requester 
provides documentation that the copy is required for pending 
litigation. 

The Certification Division’s ability to provide “at cost” ser- 
vices is based upon the ready availability of source documents 
either on microform or via access to electronic images. 
Increased filings of both patent and trademark applications have 
resulted in more instances where requested documents are not 
yet available on film or electronic media to fill customer orders 
on an “at cost” basis efficiently and for a reasonable fee. 

Orders for expedited service for certified copies of both 
patent and trademark applications-as-filed and trademark regis- 
trations will continue to be accepted. Customers will be advised 
within three working days if microform or electronic images 
are not available to fill their orders on an expedited basis, and 
the order will be filled as a request for regular service with an 
appropriate adjustment and/or credit for fees paid. 

Customers are reminded that expedited service is provided 
on a “local basis” for those orders: (1) placed through the 
PTO’s Public Service Windows located in the Patent Search 
Room and the Trademark Search Library; (2) hand-delivered 
to the Office of Public Records’ (OPR) Service Counter in the 
North Tower building; (3) transmitted via fax directly to the 
Certification Division; or (4) received from an overnight 
delivery service at the OPR Service Counter. Requests for 
expedited service received through the US mail will be pro- 
cessed as regular orders. 

In those cases where Certification Division cannot fill a 
customer order within 30 days of receipt due to unavailability 
of media or the source document itself, customers will be 
provided with a certified letter documenting their request and 
the Office’s inability to fill the order as requested. These letters 
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will be provided at nc charge. The order itself will be closed 
and a full refund or credit made to the customer. 

Customers placing orders for certified copies may use the 
following as guidelines for expected turnaround times from 
initial receipt of an order in PTO to mailing date from the 
Office: 


Certified Product Days to Mail 
Patent Application-As-Filed, Expedited 7 
(microfiche available) 
Patent Applications-As-Filed, Regular 17 
Patent Related File Wrapper 25 
Patent Copy 10 
Trademark Application-As-Filed, Expedited 7 
(microfiche available) 
Trademark Application-As-Filed, Regular 17 
Trademark Related File Wrapper 25 
Trademark Registration 10 
Trademark Registration, Expedited 3 


Delivery of any specific copy will vary based on the avail- 
ability of microfilm products and/or file accessiblity. Customers 
are encouraged to fax orders for copies directly to Certification 
Division at (703) 308-9759 and to pay by PTO Deposit Account, 
MasterCard, or Visa to minimize processing time. Information 
on the status of pending orders may be obtained by calling 
(703) 308-9726 or 1 (800) 972-6382 (outside the Washington, 
D.C. Metro area). 


November 2, 1995 WESLEY H. GEWEHR 
Administrator for 


Information Dissemination 
[1180 OG 121] 


(64) Use of Symbol “@” in Patent Applications 


The Greek letter Phi has long been used as a symbol in 
equations in all technical disciplines. It further has special uses 
which include the indication of an electrical phase or clocking 
signal as well as an angular measurement. The recognized 
symbols for the upper and lower case Greek Phi characters, 
however, do not appear on most typewriters. This apparently 
has led to the use of a symbol composed by first striking a 
zero key and then backspacing and striking the “cancel” or 
“slash” key to result in “O” which is an approximation of 
accepted symbols for the Greek character Phi. In other instances 
the symbol is composed using the upper or lower case letter 
“0” with the “cancel” or “slash” superimposed thereon by back- 
spacing or is simply handwritten in a variety of styles. These 
expedients result in confusion because of the variety of type 
sizes and styles available on modern typewriters. 

In recent years, the growth of data processing has seen the 
increasing use of this symbol (“@”) as the standard representa- 
tion of zero. The “slashed” or “cancelled zero” is used to 
indicate zero and avoid confusion with the upper case letter 
“@®” in both text and drawings. © 

Thus, when the symbol “O” in one of its many variations, 
as discussed above, appears in patent applications being pre- 
pared for printing, confusion as to the intended meaning of 
the symbol arises. Those (such as examiners, attorneys, and 
applicants) working in the art can usually determine the 
intended meaning of this symbol because of their knowledge 
of the subject matter involved, but editors preparing these appli- 
cations for printing have no such specialized knowledge and 
confusion arises as to which symbol to print. The result, at the 
very least, is delay until the intended meaning of the symbol 
can be ascertained. 

Since the Office does not have the resources to conduct a 
technical editorial review of each application before printing, 
and in order to eliminate the problem of printing delays associ- 
ated with the usage of these symbols, any questions about the 
intended symbol will be resolved by the editorial staff of the 
Office of Publications by printing the symbol “®” whenever that 
symbol is used by the applicant. Any Certificate of Correction 


OFFICIAL GAZETTE 





January 7, 1997 


necessitated by the above practice will be at the patentee’s 
expense (37 CFR 1.323) because the intended symbol was not 
accurately presented by the Greek upper or lower case Phi 
letters (I, ®) in the patent application. 





Dec. 20, 1978 RICHARD J. SHAKMAN 
Assistant Commissioner 
for Administration. 
(978 O.G. 152] 
(65) U.S. Accession to Hague Convention 


Abolishing the Requirement of Legalization 
for Foreign Public Documents 


On Oct. 15, 1981, the Hague “Convention Abolishing the 
Requirement of Legalization for Foreign Public Documents” 
entered into force between the United States and twenty-eight 
foreign countries that are parties to the Convention. The Con- 
vention applies to any document submitted to the United States 
Patent and Trademark Office for filing or recording, which is 
sworn to or acknowledged by a notary public in any one of 
the member countries. The Convention abolishes the certifica- 
tion of the authority of the notary public in a member country 
by a diplomatic or consular officer of the United States and 
substitutes certification by a special certificate, or apostille, 
executed by an officer of the member country. Accordingly, 
the Office will accept for filing or recording a document sworn 
to or acknowledged before a notary public in a member country 
if the document bears, or has appended to it, an apostille certi- 
fying the notary’s authority. The requirement for a diplomatic 
or consular certificate, specified in 37 CFR 1.66 and note | 
of 37 CFR 3.45, will not apply to a document sworn to or 
acknowledged before a notary public in a member country if 
an apostille is used. 

The member countries that are parties to the Convention are: 


Austria Italy Spain 
Bahamas Japan Suriname 
Belgium Lesotho Swaziland 
Botswana Liechtenstein Switzerland 
Cyprus Luxembourg Tonga 
Fiji Malawi U.K. of Great 
France Malta Britain and 
Germany Mauritius N. Ireland 
Fed. Rep. of Netherlands United States 
Hungary Portugal Yugoslavia 
Israel Seychelles 


The Convention prescribes the following form for the apos- 
tille: 


Model of certificate 


The certificate will be in the form of a square with 
sides at least 9 centimetres long 


APOSTILLE 
(Convention de La Haye du Oct. 5, 1961) 
I NII ssc sacicg coerce sin pbcancadsacebcacheaedsmensinsucs 
This public document 
2. has been signed by 
3. acting in the capacity of... 
4. bears the seal/stamp of 


10. Signature: 





Nov. 5, 1981 
Commissioner of Patents 
and Trademarks 


[1013 O.G. 3] 


GERALD J. MOSSINGHOFF | 
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(66) Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 [Docket No. 71008-7208] 


Variety Denomination Requirements 
for Plant Patent Applications 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of proposed rulemaking. 

Summary: The Patent and Trademark Office proposes to amend 
certain of the rules of practice applicable to the patenting of 
plants. Under the proposed rules of practice, an applicant for 
such a patent would, in addition to any requirements for 
obtaining a patent, also be required to record an identifying 
variety denomination for the plant. These proposed rules fulfill 
an obligation imposed by the Convention of the International 
Union for the Protection of New Plant Varieties (the UPOV 
Convention), to which the United States adheres. 

Dates: Comments on the proposed rules must be submitted by 
Jan. 8, 1988, to assure their consideration in formulating the 
rules put into effect. A public hearing will be held on Jan. 15, 
1988, beginning at 9:30 A.M., in the Commissioner’s Confer- 
ence Room, Crystal Plz. 3, the Patent and Trademark Office. 
Addresses: Address comments to the Commissioner of Patents 
and Trademarks, Box 4, Washington, D.C. 20231. All com- 
ments received will be publicly available in the Patent and 
Trademark Office, Crystal Plz. 3, Arlington, Va., Rm. 11C28. 
For Further Information Contact: Mr. Stanley D. Schlosser, 
Office of Legislation and International Affairs, by telephone 
at (703) 557-3065 or by mail addressed to the Commissioner 
of Patents and Trademarks, Box 4, Washington, D.C. 20231. 
Supplementary Information: The UPOV Convention became- 
applicable to the United States on Nov. 8, 1981, as a conse- 
quence of the President’s exercise of authority to adhere to this 
international agreement. Under Articles 6 and 13 of the UPOV 
Convention, each plant variety for which protection is sought 
must be given a variety denomination and that denomination 
recorded (“registered” in the language of the Convention) at 
least by the time the patent is granted. It is left to each of the 
UPOV member states to determine how recordation is effected. 
For the United States, the issuance of a patent which includes 
the denomination of the variety would constitute recordation 
and registration for the purposes of compliance with UPOV 
Convention. The patent examining process would include con- 
sideration of the suitability for recordation of the proposed 
variety denomination. 

Attention is called to two earlier Commissioner’s Notices 
on this subject. The Notice of Oct. 20, 1981 (46 FR 51426) 
stated that appropriate rules for the registration of variety 
denominations, as required by the UPOV Convention, would 
be issued. The Commissioner’s Notice, published in the Federal 
Register on Aug. 16, 1985, 50 FR 33062, proposed amendments 
to the Patent and Trademark Office’s rules of practice to carry 
out this requirement. In light of public comments received, the 
earlier proposed rules are being withdrawn from consideration 
and replaced by these revised proposed rules. These would 
apply to plants patented under either 35 U.S.C. 101 or 161, 
but would not apply to any protection sought under the Plant 
Variety Protection Act (7 U.S.C. 2321 et seq.), administered 
by the United States Department of Agriculture. 

These proposed rules, in accordance with the patent law 
requirements for providing a descriptive title for a patent appli- 
cation, would require the variety denomination proposed for 
recordation to be included in the title of the application. The 
denomination would be judged for recordability by the exam- 
iner assigned the application for examination, who would con- 
sult with appropriate trademark examination officials to 
determine if there exists a possibly conflicting trademark regis- 
tration or application for registration. 

The recordation of a variety denomination for purposes of 
compliance with UPOV Convention Article 13 is not to be 
understood as conveying any legal rights in that denomination. 
Recordation does no more than establish a prima facie case 
that can be asserted as evidence of the possible generic nature 
of the variety denomination, if genericness is not already estab- 
lished by its usage in the commercial market, advertising or 
publication. 

Under the proposed rules, the Patent and Trademark Office 
in examining the recordability of variety denominations will, 
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in addition to its trademark records, utilize the Office’s compila- 
tion of denominations obtained from horticultural, agricultural, 
floral and other professionalsocieties, national breeders’ rights 
offices, the UPOV Union’s Secretariat, standard references and 
other available sources. Article 13 of the UPOV Convention 
requires that the variety denomination must enable the plant 
variety to be identified, that the denomination not consist solely 
of numbers except if this is shown to be an established practice 
for designating plant varieties, and that the denomination not 
be liable to mislead or cause confusion concerning the charac- 
teristics, value or identity of the variety or the identity of the 
breeder. No specific naming system is required by the Article. 
While a portion of the consuming public and others might 
prefer plant variety names conforming to the International Code 
of Nomenclature for Cultivated Plants or the UPOV Guidelines, 
common usage, code systems or other ways of identifying 
plants cannot be ignored. 

The Patent and Trademark Office would accept for recorda- 
tion a variety denomination complying with the requirements 
of the UPOV Convention’s Articles 13(2) and 13(4). A number 
of variety denomination systems currently in use, such as the 
system described in the 1980 revision of the International Code 
of Nomenclature for Cultivated Plants, the UPOV Guidelines 
and various code systems may also meet these requirements. 
Sexually reproduced varieties could be named in compliance 
with the requirements of the Federal Seed Act. In the event 
the examiner does not approve a proposed variety denomination 
for recordation, the applicant could petition the Commissioner 
for approval. Thus, the examination and approval of variety 
denominations will be handled in the same way as other proce- 
dural and administrative requirements not relating to the merits 
of the invention, such as the requirement to provide an abstract 
of the disclosure or the requirement to provide a title. A final 
refusal by the Commissioner on petition would require submis- 
sion of another proposed denomination for recordation. 

The petition to the Commissioner will be subject to a fee and 
the other requirements relating to petitions. The Commissioner 
may in appropriate cases delegate to the Assistant Commis- 
sioner for Trademarks or other appropriate trademark officials 
the decision of such petitions, under 37 C.F.R. 1.181(g). 

The UPOV Convention requires the applicant to identify 
the patented variety by the same variety denomination (or a 
translation thereof) in all UPOV member states. A different 
denomination may be recorded in a particular member state, 
however, in cases where the denomination registered in another 
member state is unsuitable for business or other reasons. An 
applicant may during the course of examination be required to 
inform the Office of any other denomination by which the 
variety is known. 

While these rules provide for the recordation of variety 
denominations, they recognize at the same time that, in cases 
of conflict, previously established proprietary rights are para- 
mount. Recordation is in legal effect, therefore, no more than 
publication of a denomination which is or may become the 
generic name of a plant variety. 

Trademark owners, owners of other proprietary rights and 
patent applicants share a common interest in knowing as early 
as possible if a variety denomination proposed for recordation 
possibly conflicts with a trademark or other proprietary rights. 
Accordingly, each denomination proposed for recordation, 
along with the genus and species to which the variety belongs, 
shall be published in the Official Gazette as soon as reasonably 
possible after receipt of the application in the Office. The 
Commissioner has determined that publication of such informa- 
tion constitutes special circumstances under 35 U.S.C. 122. 

The public may provide information to the Office concerning 
the recordability of a proposed denomination. Such information 
would be entered in the official file wrapper of the application 
and be available to the examiner. Such information shall be 
called to the attention of the applicant by the Office. 

Also, the Official Gazette would list newly recorded denomi- 
nations in United States patents in order for trademark owners 
to assert their rights in appropriate cases through private negoti- 
ations or judicially, as they may now do in trademark cases. 
Proceedings in the Office in regard to the registration of variety 
denominations, however, will be conducted ex parte. 

Under the proposed rules, each applicant would be required 
to specify in an application for protection of a plant variety 
the date of first use of the denomination if used prior to filing 
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of the patent application, or later to provide information about 
the date of first commercial use during pendency of the applica- 
tion. In cases of conflict between a trademark and a proposed 
variety denomination, the variety denomination will not be 
accepted for recordation unless its first commercial use clearly 
antedates another’s established rights. 

If a patentee learns of a conflict between a trademark and 
the recorded variety denomination after issuance of the patent, 
the patentee in order to resolve the conflict will be permitted 
to record a different denomination by means of the Certificate 
of Correction procedure. Also, a variety denomination found 
after issuance of a patent to be commercially unsuitable or ill- 
advised could be changed in a similar manner. 

The Office now permits plants and plant varieties to be 
patented both specifically and broadly under patent 35 U.S.C. 
101. In some cases, however, claims in an application will not 
be limited to a specific variety. These proposed rules would 
apply only to applications where a specific variety or varieties 
are claimed. Only these need be identified by a variety denomi- 
nation, except where the number of varieties involved makes 
this impractical. In such a case, each claim directed to a specific 
variety would include its variety denomination, but these variety 
denominations could be omitted from the title of the patent. 
Variety denominations would not be required for microorgan- 
isms or microscopic plant parts. 


Other Considerations: The proposed rule change is in confor- 
mity with the requirements of the Regulatory Flexibility Act 
(Pub. L. 96-354), Executive Order 12291 and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq. This rule contains 
a collection of information requirement subject to the Paper- 
work Reduction Act. This colletion of information requirement 
has been cleared by OMB under control No. 0651-0011. 

The General Counsel of the Department Commerce has certi- 
fied to the Small Business Administration that the proposed rule 
changes will not have a significant adverse economic impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). The variety denomination requirement 
will not impose extra work on patent applicants (whether small 
or large businesses or individuals). The rules will help avoid 
burdensome and expensive litigation over trademark rights. 

The Patent and Trademark Office has determined that this 
proposed rule change is not a major rule under Executive Order 
12291. The annual effect on the economy will be less than 
$100 million. There will be no major increase in costs or prices 
for consumers, individual industries, federal, state, or local 
government agencies, or geographic regions. There will be 
no significant adverse effects on competition, employment, 
investment, productivity, innovation, or on the ability of United 
States-based enterprises to compete with foreign-based enter- 
prises in domestic or export markets. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions and 
patents. 


For the reasons set out in the preamble, 37 CFR Part I is 
proposed to be amended by revising §§ 1.72, and 1.17 and 
adding a new § 1.168 as set forth below. All proposed additions 
are printed between arrows. 


PART I -RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | would continue 
to read as follows: 


AUTHORITY: 35 U.S.C. 6 unless otherwise noted. 

2. Section 1.17 is proposed to be amended by adding the 
following items in numerical order to the list in paragraph (h) 
to read as follows: 

§ 1.17 Patent application processing fees. 


e***#*% 


(h) * * * 
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P§ 1.168(d) For petitioning the Commissioner to record 
a plant variety denomination . . . 

§ 1.168(g) For petitioning the Commissioner to record a 
substitute plant variety denomination . . .<4 


3. Section 1.72 is proposed to be amended by adding the 
following paragraph: 


§ 1.72 Title and abstract. 


* * * 


P(c) In the case of an application for the patenting of a 
plant variety under the provisions of 35 U.S.C. 101 or 
161, the title of the application must include a variety 
denomination for the specific new variety claimed, except 
as provided for in§ 1.168(b). The granting of the patent 
will be deemed the recordation of the variety denomination 
for purposes of compliance with Article 13 of the Interna- 
tional Convention for the Protection of New Varieties of 
Plants, as revised on Oct. 23, 1978. 


. A new § 1.168 is proposed to be added, to read as follows: 


P§ 1.168 Variety denomination, submission to the Office, 
examination. 

(a) The variety denomination submitted by the patent 
applicant under § 1.72 will be examined for compliance 
with the International Convention for the Protection of 
New Varieties of Plants. Specifically, the denomination: 


(1) must enable the plant variety to be identified; 

(2) must not be likely to cause confusion, to cause mistake 
or to deceive concerning the characteristics, value or 
identity of the plant variety or the identity of the breeder; 

(3) must not consist solely of numbers except if this is 
an established practice for designating plant varieties; 
and 

(4) must not be likely to cause confusion or mistake or 
to deceive as to any prior right of a third party, and 
shall not affect prior rights of third parties. 


(b) If a proposed variety denomination is not included 
as part of the title of the application, when filed, the 
examiner shall set a period of not less than thirty 
days to provide a variety denomination. If a plurality 
of plant varieties are claimed, which make it imprac- 
tical to include each variety denomination in the title 
of the application, each claim directed to a specific 
plant variety shall instead include the denomination 
of the claimed plant variety. In cases where no spe- 
cific plant variety is claimed, for example, a patent 
directed to the improvement of a plant species, the 
denomination requirement applicable to the patenting 
of a plant variety or varieties will be waived. 

(c) If the examiner determines that a proposed variety 
denomination is not suitable for recordation, the 
examiner shall refuse recordation thereof and shall 
set forth in an Office action the reasons for such 
refusal. An applicant disagreeing with the reasons 
for such refusal may request reconsideration and 
withdrawal of the refusal, giving the reasons therefor. 
If the examiner’s refusal to record a proposed variety 
denomination is repeated and made final, the exam- 
iner shall at the same time require the applicant to 
propose another variety denomination for recorda- 
tion. 

(d) After a final requirement by the examiner for 
submission of a proposed new variety denomination, 
the applicant, in addition to making any response 
due on the remainder of the action, may in lieu of 
proposing another variety denomination petition the 
Commissioner for review of the examiner’s holding, 
upon payment of the fee set forth in § 1.17(h). 

(e) The applicant is required to submit for recordation 
the same variety denomination (or, if not in English, 
a translation or transliteration thereof) as that pre- 
viously registered or recorded, or proposed for regis- 
tration in an earlier filed application for protection 
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of the same variety in another member state of the 
International Union for the Protection of New Varie- 
ties of Plants. The applicant may submit another 
denomination for recordation, however, upon a 
showing satisfactory to the examiner as to why the 
denomination originally submitted or registered in 
another member state of the said Union is unsuitable 
for recordation in the United States. During pendency 
of an application, the examiner may require the appli- 
cant to provide information regarding all denomina- 
tions for the same variety registered or proposed for 
registration in other member states of the said Union 
before the application was filed in the United States. 
(f) The applicant shall indicate in the application the 
date of first commercial use in the United States if 
any, of the variety denomination proposed for record- 
ation; or, if not commercially used prior to filing 
of the application, indicate during pendency of the 
application when the denomination has first been 
commercially used in this country. No variety denom- 
ination will be recorded if first commercially used 
after the establishment of third party proprietary 
rights to the denomination. 

(g) A patentee in order to avoid a conflict between 
a recorded variety denomination and a trademark or 
other proprietary right, or where the recorded variety 
denomination is likely to be confused with another, or 
where business or marketing considerations dictate, 
may propose for recordation a substitute variety 
denomination for that already recorded. Such a pro- 
posal shall be in the form of a petition to the Commis- 
sioner together with the fee set forth in § 1.17(h). 
The proposed substitute denomination will be exam- 
ined in the same manner as the denomination origi- 
nally recorded, and upon recordation shall be 
promptly published in the Official Gazette. A Certifi- 
cate of Correction indicating such substitute denomi- 
nation shall be issued for the patent. If the patent has 
been assigned, only the assignee of record may apply 
for recordation of a substitute denomination. 

(h) The Commissioner shall upon its receipt in the 
Office promptly publish in the Official Gazette each 
variety denomination proposed for recordation and 
the genus and species of the plant involved. Corre- 
spondence from the public objecting to the recorda- 
tion of such denomination, if accompanied by reasons 
therefor, will be placed in the official file and consid- 
ered by the examiner in an ex parte manner. An 
objection to recordation may be based on an earlier 
recorded or unrecorded variety denomination, a regis- 
tered or common law trademark, a trade name or 
trade indicia, or other alleged prior right timely called 
to the Office’s attention. The applicant shall be noti- 
fied by the Office of the receipt of such correspon- 
dence. The secrecy of any pending application will 
be preserved in accordance with 35 U.S.C. 1224 


RENE TEGTMEYER 
Assistant Commissioner 
for Patents 


Sept. 18, 1987 
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(67) Summary Results of 1991 Patent Action Survey 


The Patent and Trademark Office conducted a survey in the 
March-June 1991 period to gather information from patent 
practitioners and other Office “customers” about the quality of 
Office actions. Approximately 27,000 questionnaires (survey 
forms) were mailed with Office actions. Each survey form 
included 10 specific questions and provided space to make 
general comments. Each survey form identified only the Exam- 
ining Group to which the application was assigned so that all 
responses would be completely anonymous. 

Approximately 4,200 survey forms were returned (16% 
return rate). 
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Results 


I. A tabulation of respondents’ answers to the 10 specific 
questions revealed the following compliance rates relative 
to the accompanying Office actions: 


35 U.S.C. 103 Rejections: 


1. 72% identify portion of references relied on. 

2. 70% indicate how teachings of references are modified 
or combined. 

3. 65% communicate the rationale why the claimed inven- 
tion would have been obvious. 


35 U.S.C. 112, Ist para. rejections: 

4. 58% sufficiently explain “new matter” position. 

5. 67% sufficiently explain “non-enabling” disclosure 
position. 
Final Rejection Practice: 

6. 56% respond to applicant’s arguments. 


7. 52% of Advisory Actions identify new issues and/or 
new matter when denying entry. 


Allowance Practice: 


8. 90% of reasons for allowance were clear. 


Miscellaneous: 


9. 45% clearly communicate reasons for finding declara- 
tions/affidavits unpersuasive. 

10. 54% of Examiner’s Answers address appellant’s argu- 
ments. 


The questions relating to “Final Rejection Practice” and to 
the “Miscellaneous” topic areas asked whether examiners 
respond to attorney arguments and how attorneys interpret the 
examiners’ responses to their arguments. These topic areas and 
others where there are relatively low compliance rates have been 
identified as areas of Office practice needing improvement. 

The responses to the 10 survey questions show that contin- 
uous improvement has been achieved in several areas. For 
example, the high percentage of affirmative responses in the 
area of explaining 35 U.S.C. 103 rejections (72%, 70%, and 
65%) reflects a clear improvement over internal surveys made 
within the last several years, and reflects the effectiveness of 
recent extensive Office training programs in this area. It is also 
apparent there is still room for further improvement. Another 
positive result was that 90% of respondents, commenting on 
Reasons for Allowance, felt that the reasons given were clear. 


II. Analysis of respondents’ general comments: 


Over 1800 survey forms were returned with comments (43% 
of total responses). While these comments were directed toward 
many different areas, two major categories were apparent: 


Category A: 62% of the comments expressed the need for 
additional quality improvement of actions. 


The most commonly expressed comments in this category 
indicate that the quality of Office actions can be improved by 
giving a better explanation of the rationale or reasons in support 
of rejections. Examples of comments received include: all ele- 
ments of claims are not addressed in 35 U.S.C. 102(b) rejec- 
tions; one of the references used in a 35 U.S.C. 103 rejection 
is not explained; features of dependent claims were not treated; 
claim limitations were ignored; “boilerplate” 35 U.S.C. 103 
rejections were being given; and it was difficult to understand 
the rationale for the rejection, and, therefore, to file a proper 
and meaningful response. 

The second most common type of comment in this category 
indicated that examiners misunderstand an essential feature. For 
example: actions reflect a misunderstanding by the examiner of 
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the scope and content of the prior art, the presently claimed 
invention, or the original disclosure. Further, comments indicate 
that some cited references seem to have no bearing on the 
claimed invention because the rejection of the claims is not 
supported by the disclosure of the applied reference. 


Category B: 20% of the comments had compliments about 
the quality of Office actions. 


The compliments acknowledged actions which presented a 
thorough analysis of the claim language with respect to the prior 
art references; which included suggestions for amendments to 
the claims so as to place the application in condition for allow- 
ance; and/or which gave a “tough” examination which would 
result in a stronger patent. 

It is significant that the most common type of comment 
indicated that enhanced explanations would improve the quality 
of Office actions, while, at the same time, the second most 
common type of comment indicated that the quality of Office 
actions is considered to be very good in this regard. This seems 
to indicate that the quality of many Office actions are good, 
but that additional emphasis is still needed in this area. 


Planned Initiatives: 


The answers to the 10 questions and the comments are consid- 
ered vital to current Office efforts to improve the quality of 
patent examination. The data, where statistically reliable, has 
been analyzed on an examining corps and individual group 
basis and the following initiatives have been, or will be, taken: 


1. Update our continuing legal education program for experi- 
enced examiners with extra emphasis being placed on areas 
where improved performance is needed, such as the need for 
better motivation statements in rejections. Specific courses have 
been developed to provide tailored training in important areas, 
such as treatment of algorithms in claims, evaluating evidence 
submitted by applicants, and responding to applicant’s argu- 
ments. 

2. Enhance the Patent Academy curriculum for training junior 
examiners to place greater emphasis on the areas of examination 
where improved performance is needed, such as in responding 
to amendments after final rejection. 

3. Implement focused training in each Examining Group to 
address specific technological/group specific problems that 
have been indicated by the survey. The training has been imple- 
mented in a variety of ways including one-on-one, art unit and 
group level programs. Form paragraphs have been developed 
to help ensure that applicant’s arguments are appropriately 
considered and responded to in Office actions. 

4. Develop follow-up surveys in order to determine if the 
corrective actions were successful. In this regard the answers 
to the questions and the concerns raised by respondents in their 
comments will serve as baselines for improvement. 


The relatively small number of responses (only 16%, 4,200 
responses from 27,000 survey forms mailed) resulted in statisti- 
cally insignificant data for analysis of some questions at the 
group level. In part, this may have been due to confusion with 
prior perception surveys, requiring only a single response from 
each practitioner involved. Unlike perception surveys, each 
Patent Action Survey is specific to the Office action that accom- 
panies it, and requests a brief response for that action. Hence, 
a practitioner who received more than one Office action with 
a survey form was requested to complete a survey form for 
each accompanying Office action. 

The Office is planning follow-up surveys in FY-1992 and 
1993. These surveys will be more meaningful and reliable if 
respondents answer the questions in as objective a manner as 
possible. Thus, respondents should try to objectively evaluate 
the accompanying examiner’s action to see if that particular 
action did or did not include the feature(s) addressed by the 
question rather than whether there is agreement or disagreement 
with the examiner’s position. Further, since greater participation 
would yield more reliable statistics, patent practitioners are 
encouraged to respond to future surveys. 
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Questions about the FY-1991 Patent Action Surveys should 
be directed to John Terapane, Director Group 1200, or Carolyn 
Ballard, Patent Action Survey Coordinator, both at (703) 308- 
0193. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patents 


June 29, 1992 


[1140 OG 62] 


(68) Report on the Quality Reinforcement Program 


The Patent and Trademark Office (PTO) has instituted a 
Quality Reinforcement Program to identify services offered by 
the PTO that are in need of improvement. As a part of this 
program, the Office, in cooperation with the American Intellec- 
tual Property Law Association (AIPLA), has completed an 
evaluation of selected practices performed by both patent exam- 
iners and representatives of patent applicants during the exami- 
nation process. The results of this evaluation are detailed in 
Volume I of the PTO Report of the Quality Reinforcement 
Program. A summary of the findings of this report is presented 
below. This summary is presented to report on the findings 
and to solicit suggestions from both the public and employees 
of the Patent & Trademark Office on steps that might be taken 
to raise the level of performance of those practices found to 
be in need of improvement. The full report and evaluation, 
which is quite extensive with over 350 pages, is available at 
the PTO. 

Address: Comments and inquiries should be addressed to: The 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231, to the attention of Edward Kubasiewicz, Director, 
Examining Group 250, Rm. CP4-9D19. 

Date: Comments should be submitted by June 16, 1987. 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks. 


Summary of Volume 1-Report on Current 
Level of Performance of Selected Patent 
Examining Corps Practices 


This is a summary of Volume I of the Quality Reinforcement 
Program Report, which addresses the current level of perfor- 
mance of selected Patent Examining Corps practices. This sum- 
mary presents a background of the Quality Reinforcement 
Program and a synopsis of conclusions reached for each selected 
practice. 


Background of the Quality Reinforcement Program 


On Feb. 25, 1986, President Reagan issued an executive order 
establishing a comprehensive program for the improvement of 
productivity throughout all of government. From this executive 
order the Department of Commerce evolved a Productivity 
Improvement Program entitled PROJECT PRIDE. The program 
was announced as encompassing productivity, quality excel- 
lence and client satisfaction. 

The role of U.S. Patent and Trademark Office (PTO) in 
PROJECT PRIDE centers around quality, and is entitled the 
Quality Reinforcement Program. 

The goal of the PTO program is to improve the quality of 
patent examining functions and the timeliness and quality of 
other public services. In particular, the program focuses on 
improving the quality of practices performed in three different 
areas of the PTO, ie., the Patent Examining Corps, the Office 
of Administration and the Office of Documentation. 

The quality of an issued patent and the record before the 
PTO in the patented file are extremely important to the patent 
owner and to others who may be competitors or otherwise 
affected by the patent. Investment decisions and the recoupment 
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of research, development and marketing expenditures often 
depend upon patent protection. Potential licensees and 
infringers need to know where they stand in regard to an issued 
patent. Patent owners and others need to be able to have a high 
degree of confidence in the validity of a patent. Valid patents 
and a clear and correct file record will help to eliminate unneces- 
sary and expensive patent litigation costs which are currently 
estimated to total at least $800 million per year. 

The concern for productivity and productivity improvement 
is not a recent development at the PTO. During the past quarter 
of a century one of the most pressing problems for the Office 
has been a large and growing backlog of unexamined patent 
applications and the resulting long pendency time between 
filing an application and issuance of a patent. The average 
pendency of patent applications in 1964 was 37 months. How- 
ever, average pendency dropped steadily in the 1970s until it 
culminated in an average pendency of 18 months in 1977. This 
pendency was shortlived due to a loss of adequate resources. 
However, pendency is once again falling and it is expected 
that an average pendency of 18 months will be achieved in 
1989. 

Historically, the Office has successfully responded to situa- 
tions similar to the one in which it presently finds itself. Begin- 
ning in the 1960s when the backlog of new applications 
exceeded 200,000, a program designed to drastically increase 
the productivity of the Corps was initiated. Part of that program 
was what has since become known as “compact prosecution”. 
An increased staff of examiners was reinstructed to take a new 
approach toward examining in which patentable subject matter 
was looked for and indicated as early in the prosecution of the 
case as possible, references were automatically furnished with 
actions, attorneys were urged to originally file claims of the 
broadest possible range of scope, telephonic prosecution was 
instituted, first actions and application disposals became the 
measure of examiners’ performance, preprinted first action 
forms were designed, etc. 

The question before the Office now is whether sufficient 
attention is being given to quality. The intent of the Quality 
Reinforcement Program, as it applies to the Patent Examining 
Corps, is to take stock of the present situation and to consider 
whether any corrective action needs to be taken to improve the 
quality of the examination process. 

The Office is currently using and improving various tools 
to assure a quality examined patent. These tools include the 
quality review program, supervisory reviews of examiner work 
through the performance appraisal system and through the pro- 
motion and signatory authority programs, improved and 
expanded examiner training, development of the automated 
patent system to improve the quality of examiner searching, 
recruitment of “top-of-the-class” new examiners, and detailed 
and clear guidlines on examining policy and procedure. 

The Quality Reinforcement Program is a new quality tool 
for improving the actual quality of the patents issued as well 
as the record behind the issuance of these patents. This new 
program differs from the quality review program in that this 
program looks at the key pieces of the patent examining process 
that contribute to and make up the end product or patent rather 
than looking only at the end product. The Quality Reinforce- 
ment Program focuses on the effectiveness and consistency 
with which examiners apply existing law and procedures and 
how they communicate their findings to applicants. The pro- 
gram also focuses on the attorney’s contribution to this work 
product. Lastly, the program focuses on the timeliness of some 
of the services provided by the Corps’ clerical support staff. 
Such focusing is not intended to be carried out one time only. 
Rather, the methodology used in this program will be applied 
to any key pieces, identified by PTO personnel or the bar in 
the future, as needing a review of the type dictated by this 
program. The aim in short is to build quality and timeliness 
from the ground up and to maintain them at a high level. 

This report presents and analyzes the findings of the Quality 
Reinforcement Program only as the findings relate to practices 
performed in the Patent Examining Corps. The portion of the 
program reported in this volume represents a cooperative effort 
between the Corps and the American Intellectual Property Law 
Association (AIPLA) through its Ad Hoc Committee on 
Quality. The focus is on certain practices involved in the prose- 
cution, examination and processing of patent applications by 
both the PTO and by patent applicants and their representatives. 
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Methodology 


The methodology adopted for the program comprises the fol- 
lowing process: 


1. select target practices, 

2. determine the current quality or performance level of the 
target practices, 

3. compare the current performance of the target practices to 
the desired level of performance, 

4. implement, where appropriate, steps to raise the current level 
of performance to the desired level, 

5. subsequently, determine the level of performance of the 

target practices, and 

6. compare the current level of performance to the subsequently 
determined level of performance to determine what, if any, 
change has occurred. 


Target Practices 


A number of practices were targeted for the program as a 
result of complaints and concerns, raised by the bar and PTO 
personnel. The targeted practices are identified as follows: 


A. Explanations of Rejections 


This program targeted examiner “explanations of rejec- 
tions” as a practice to be reviewed based in part on a de- 
emphasis by the Office on the degree to which examiners 
were required to include detailed explanations of the sup- 
porting rationale behind their rejections during the 1970s. 
The PTO instituted the use of an abbreviated, handwritten 
form (PTO-1 142) for the preparation of first Office actions 
during the early 1970s. The form provided for a cryptic 
description of how the references were being combined 
in a § 103 rejection and provided little space for explana- 
tion of the supporting rationale behind rejections. The form 
was mandatory for all first actions, and was discontinued in 
1982 primarily due to complaints from the patent bar and 
the courts that examiner explanations of rejections were 
not sufficient. The inclusion of “explanations of rejec- 
tions” as a targeted practice for this program enables the 
evaluation of whether further improvement is needed in 
this area. 


B. Final Rejection Practice 


This program targeted “final rejection practice” for 
review based in part on the conflicting needs of PTO and 
patent applicants/attorneys in this area of practice. In order 
to reduce the time applicants must wait to obtain a patent 
and to increase efficiency of the examination process, the 
PTO uses various incentives for examiners to make their 
rejections final early in the prosecution. 

To the contrary, patent applicants often desire to have 
the examiner repeatedly reconsider his or her position 
or to continue to amend the claims. These conflicting 
incentives often lead to disputes relating to the propriety 
and/or timeliness of final rejections and to whether amend- 
ments are entered after an action has been made final. 


C. Information Disclosure Statements 


This program targeted “information disclosure state- 
ments” for review based upon concerns expressed by both 
applicants/attorneys and by the Patent Examining Corps 
over the submission of these statement. 

Patent examiners, in the interest of efficiency and pro- 
ductivity, are benefited by the disclosure to the Office of 
all material information relating to the patentability of the 
application prior to their first Office action. However, 
this must be balanced against the practical reality that 
applicants/attorneys often don’t become aware of material 
information until later in the prosecution, and don’t have 
readily available translations of foreign documents or 
copies of documents for submission to the PTO. This 
practice looks at the extent to which the practical needs 
of both the PTO and the applicant/attorney are served by 
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the procedures relating to “information disclosure state- 
ment”. 


D. Interviews 


This program targeted “interviews” for review to deter- 
mine the extent to which personal discussions are held 
between examiners and attorneys and to evaluate whether 
the parties consider personal interviews to be a productive 
or helpful means for clarifying issues that may not have 
been clearly communicated in earlier written communica- 
tions. Selection of “interviews” as a targeted practice was 
based in part on isolated complaints by some examiners 
that interviews were not always productive for them and 
by some attorneys that some examiners are reluctant to 
hold interviews. 

PTO procedures require that all business with the Office 
be conducted in writing (37 CFR § 1.2). To comply with 
this rule and still accommodate request for oral discussions 
with examiners, it is PTO policy that the substance of all 
personal interviews must be reduced to writing (see § 
713.04 of the MPEP). Selection of “interviews” as a tar- 
geted practice was also based on concerns that the written 
record include an explanation of the substance of all oral 
interviews. Under this practice, the program focused on 
determining the perceptions of examiners and attorneys 
about interviews. 


E. Responses by Applicant 


This program targeted “responses by applicant” for 
review to determine the extent to which practitioners repre- 
senting patent applicants submit responses to examiner 
actions that are complete and in compliance with current 
rules and procedures. Specific activities under this topic, 
such as the extent to which explanations of why claims 
are considered unobvious over the art cited by the examiner 
and the degree of compliance with 37 CFR § 1.116 when 
amendments are presented after a final rejection, were 
selected based upon some complaints by examiners about 
attorney responses in these areas. 


F. Completeness of the Record 


This program targeted “Completeness of the Record” 
for review based primarily upon the importance of a com- 
plete file record to those who must review patented files 
and make important decisions based upon the facts and 
determinations therein. The necessity of insuring a com- 
plete file record has been urged by such diverse interests 
as federal court judges, potential licensees, potential 
infringers, and those attempting to avoid infringement. 

This topic looks at the extent to which examiners insure 
a complete file record by including a statement of reasons 
for allowance where appropriate, fully and properly record 
the search of the prior art, and check foreign priority 
information for accuracy and completeness. This topic 
does not look at the extent to which examiners explain 
their rejection; see targeted practice A, “Explanation of 
Rejections.” The extent to which applicants file complete 
responses iscovered in targeted practice E, “Responses by 
Applicant.” 


G. Compact Prosecution 


This program targeted “Compact Prosecution” for 
review based upon its importance as a key element in 
current PTO efforts to reduce pendency time of applica- 
tions to an average of 18 months. The premise behind 
compact prosecution is that pendency time will be mini- 
mized if each stage of prosecution is fully and thoroughly 
conducted by both examiners and applicants. The demands 
of such a standard have inevitably led to complaints from 
each side relating to the completeness of considerations 
and the willingness to take that “extra step”. Examiners 
have been criticized for confining searches to only what 
is literally claimed, and for failing to indicate possible 
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areas of patentability at the earliest possible stage. Appli- 
cants have been criticized for failure to claim all limitations 
that might be considered patentable prior to the initial 
search by the examiner, for amending the claims to include 
these limitations only after first action, and for failing 
to correct significant formal deficiencies prior to initial 
examination. 


H. Appeal Practice 


This program targeted “Appeal Practice” for review 
primarily due to the recent and substantial increase in the 
backlog of appealed applications awaiting decision by 
the Board of Patent Appeals and Interferences. Primary 
emphasis was placed on determining the extent to which 
appellant’s brief and the examiner’s answer are formally 
complete so that expeditious consideration may be given 
by the Board. 

As a result of the high priority being given by the PTO 
to reduce the backlog of cases at the Board, additional 
survey questions were included to determine the extent to 
which additional requirements beyond those currently in 
effect for the preparation of the appellant’s brief and exam- 
iner’s answer would be useful to examiners and the Board. 


I. Allowances After Appeal Brief 


This program targeted “Allowances after Appeal” for 
review in response to complaints that examiners often 
allow cases after appellant has filed a brief when the cases 
should have been allowed before the brief was filed. 


J. Processing Times 


This program targeted “Processing Times” for review 
based upon its importance to the PTO goal of reducing 
pendency of patent applications to 18 months. 


DETERMINATION OF CURRENT LEVELS 
OF PERFORMANCE 


The step of determining the current level of performance of 
the targeted practices was accomplished through a number of 
surveys. 

One survey, called the Applications Survey, was an internal 
factual survey that involved selecting a sample of 150 applica- 
tions on a random basis from all the examining groups. A 
survey team, comprising three Supervisory Patent Examiners 
(SPEs) and three reviewers from Quality Review, performed a 
detailed review of the applications according to a questionnaire, 
which was developed with the joint cooperation of the AIPLA 
Ad Hoc Quality Committee. 

A second survey, called the AIPLA Survey, was an opinion 
questionnaire provided by the AIPLA to 5500 of its members. 
The questionnaire was developed jointly with the AIPLA Ad 
Hoc Quality Committee. The AIPLA questionnaire sought the 
perception of the attorneys of the quality of the work performed 
by the Corps relative to the targeted practices. Space was pro- 
vided for the respondents to include comments on the question- 
naire. Over 1100 attorneys responded to the questionnaire. 

Another survey, called the Examiners Survey, was also an 
opinion questionnaire provided to all patent examiners and 
SPEs on a voluntary and anonymous basis. The questionnaire 
queried the examiners and SPEs about the practices of the 
practitioners before the PTO. Space was provided for the 
respondents to include comments on the questionnaire. Over 
650 responses were received. 

A fourth survey, called the Appeals Survey, was also an 
internal factual survey. The questionnaire was developed with 
the cooperation of the AIPLA Ad Hoc Quality Committee. The 
questionnaire sought data about the practices carried out in the 
appeal process in the PTO. For this survey, 60 applications 
were selected on a random basis from all the examining groups. 
The survey team performed a detailed review of the applications 
according to the questionnaire. 
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Three other surveys were used to gather data. All of these 
surveys were developed and conducted by the Office of Quality 
Review. Two surveys involved the review of 1878 allowed 
applications concerning information disclosure statements. 
Another survey involved the review of 290 applications allowed 
after appellant had filed an appeal brief, but before an exam- 
iner’s answer was prepared. 

Relative to the processing times, PALM reports were used 
to obtain data on the practices targeted for this activity. 


COMPARISON OF CURRENT LEVELS 
TO DESIRED LEVELS 


The step of comparing the current levels of performance to 
the desired or standard levels of performance was accomplished 
by setting out the desired or standard level for each target 
practice. Next, all the information provided by the surveys was 
analyzed for each target practice and compared to the desired 
or standard level for the target practice. The analysis resulted 
in the following general conclusions. (A detailed listing of all 
conclusions for each targeted practice is presented in Section 
VII of Volume I of the Quality Reinforcement Program Report.) 


SUMMARY OF CONCLUSIONS 
A. Explanations of Rejections 


1. Identification of Statutory Basis for Rejection 

Over 95% of the rejections under 35 USC §§ 103 and 
112, second paragraph (clarity), cited the statutory basis 
for the rejection. With respect to rejections under 35 USC 
§ 102, 92% of the rejections cited the statutory basis. 
Hence, no significant improvement is needed in specifying 
the statutory basis of a rejection based on 35 USC §§ 102, 
103 or 112, second paragraph. 

With respect to rejections under 35 USC § 112, first 
paragraph, 14-19% of the rejections based on a non- 
enabling disclosure and 42% of the rejections based on 
new matter failed to cite the statutory basis. Hence, 
improvement is needed in specifying that a rejection, based 
on new matter or the lack of an enabling disclosure, is 
under 35 USC § 112, first paragraph. 


2. Explanation of Rejections Based on Prior Art 
Approximately two-thirds of the rejections reviewed 
failed to explain why the claimed invention would have 
been obvious in view of the applied prior art. Over 75% 
of the attorneys responding to the AIPLA survey perceived 
rejections under 35 USC § 103 as lacking an explanation 
of why the claimed invention would have been obvious. 
Moreover, 70 comments from attorneys (the highest for 
any topic) were critical of the explanations of rejections 
under 35 USC § 103. Hence, significant improvement is 
needed to assure that rejections based on prior art appropri- 
ately communicate the rationale for such rejections. 


3. Explanation of Rejections Under 35 USC § 112, First 
Paragraph, Non-Enabling Disclosure 
Nineteen percent of all the non-enabling disclosure 
rejections reviewed failed to give reasons in support of 
the rejection. Hence, improvement is needed in explaining 
why a disclosure is non-enabling. 


4. Explanation of Rejections Under 35 USC § 112, First 
Paragraph, New Matter 
With respect to rejections based on new matter, 35% 
of the rejections reviewed failed to pointout the language 
considered to be new matter, and 40% of these rejections 
did not give a reason why the language was considered 
new matter. Hence, significant improvements are needed 
in pointing out the language that is considered to be new 
matter, and explaining why the new matter is not supported 
by the disclosure as originally filed. 


5. Explanation of Rejections Under 35 USC § 112, Second 
Paragraph 
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Approximately 90% of the rejections reviewed pointed 
out the claim language considered unclear. Thus, no signif- 
icant improvement is needed in pointing out what claim 
language is considered unclear in rejections under the 
second paragraph of § 112. 

Twenty-three percent of the non-final rejections 
reviewed failed to explain why the language was consid- 
ered unclear. In final actions, 8% of the rejections failed to 
explain why the language was considered unclear. Hence, 
improvement is needed in explaining why the claim lan- 
guage is considered unclear in rejections under the second 
paragraph of § 112. 


6. Alternative Rejections Under 35 USC §§ 102/103 
Three percent of the actions reviewed contained alterna- 
tive rejections under 35 USC §§ 102, 103. Ten percent 
of the examiners’ answers reviewed contained similar 
rejections. The number of alternative rejections under 
either § 102 or § 103 was sufficiently low so that no 
further action is required. 


B. Final Rejection Practice 


1. Timely Development of Issues in Examiner and Attorney 
Communications 
The perception surveys indicate that examiner actions 
and attorney responses leading up to final rejection do not 
adequately develop the issues. The objective Applications 
Survey data indicate that 32% of examiners’ non-final 
actions do not fully respond to all arguments raised by 
the applicant. Improvement is needed by both examiners 
and attorneys in fully developing the issues prior to final. 
Final rejections were found to treat all claims, but were 
deficient in answering all arguments presented by the 
applicant and in treating affidavits and declarations sub- 
mitted to overcome rejections. Improvement is needed in 
responding to all issues raised during the prosecution when 
making a final rejection. 


2. Appropriateness of Final Rejection 

Thirteen percent of the final actions surveyed were con- 
sidered premature. However, 91% of the final rejections 
reviewed were considered to be reasonable. Thirty-nine 
percent of the attorneys responding to the AIPLA survey 
perceived final actions as proper only occasionally or 
rarely. 

Though examiners appear to be doing an acceptable 
job in making reasonable and proper final rejections, some 
improvement is needed. However, attorney perception is 
substantially lower than the factual findings. This may be 
due to a desire by attorneys for a more liberal after final 
procedure rather than improper examiner application of 
the current procedure. 


3. Advisory Actions 

Advisory actions were found to be mailed in a timely 
manner. 

Thirty-three percent of the amendments filed after final 
were improperly refused entry. Only 46% of the attorneys 
responding to the AIPLA survey perceived that reasons 
given by examiners for the non-entry of amendments after 
final were clear almost always or most of the time. More- 
over, only 50% of these attorneys perceived their response 
to final rejections to have been given full consideration. 

In only 39% of the instances when an amendment to 
existing claims was entered after final did the advisory 
action clearly specify the grounds of rejection applicable 
to the amended claims. 

Hence, significant improvements are needed in assuring 
that amendments after final: 


a. are not arbitrarily refused entry, 

b. are given sufficient consideration, and 

c. communicate the ground of rejection for any claim 
amended after the final rejection. 
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C. Information Disclosure Statements 


1. Frequency and Timeliness of Submissions 

Information disclosure statements are submitted either 
as statements in the specification or as separate papers in 
approximately 60% of the applications. Eighty-two per- 
cent of the statements are submitted prior to the first action. 
However, 47% are filed more than three months from the 
filing date. In 1978, just after 37 CFR § 1.56 was amended, 
only 21% of the statements were filed more than three 
months after the filing date. Twelve percent of applications 
on appeal had statements filed after the final rejection. 
Two percent of the statements are filed after the application 
has been allowed. 

Only 11% of the statements filed more than three months 
after the filing date contained an explanation for the delay. 

Hence, significant improvements are needed for 
assuring that information disclosure statements are filed 
in a timely manner, and with an explanation for the delay 
when filed late. 


2. Submission Includes Explanation of Relevancy of Docu- 
ments 
The explanation of the relevance of the art is substan- 
tially below standard whether the citation is incorporated 
in the specification or is in a separate paper. Hence, signifi- 
cant improvement is needed in assuring that explanations 
of the relevance of documents cited in information disclo- 
sure statements are provided. 


3. Copy of Documents Supplied 

Copies of cited documents, regardless of type, are not 
provided in approximately 60% of cases when statements 
are incorporated into the specification. Even when elimi- 
nating those statements citing only U.S. patent documents, 
the Applications Survey still shows a 25% level of non- 
compliance for specification-incorporated statements. 
There is a need for improvement in supplying copies of 
documents cited in specification- incorporated statements. 


4. Translation of Foreign Documents Provided 
Either a translation or a statement that a translation is 
not readily available is generally not provided when the 
citation is incorporated in the specification. While compli- 
ance with the standard is better when the citation is in a 
separate paper, compliance is still poor. Improvement is 
needed. 


5. Form PTO-1449 or Equivalent 

Since the use of PTO form 1449 is not mandatory, this 
section merely reports the degree to which the form is 
voluntarily used and is thus informational only. Form 
PTO-1449 is used in about 70% of disclosure statement 
submissions when the submission is in a separate paper. 
The form is used in about 25% of the disclosure statements 
incorporated in the specification. 


6. Miscellaneous 

Examiners considered art submitted prior to first action 
in 93% of cases reviewed. Improvement is needed to insure 
100% compliance. 

While the survey results indicate a perception by exam- 
iners that related copending applications are not being 
fully disclosed, no objective survey data was recorded on 
this topic. Since attorneys are only required to cite related 
applications that are material, the survey question does 
not measure perceived performance against the current 
standard. No conclusions can be reached based upon the 
survey data. 


D. Interviews 
1. Interviews in General 


The results of the AIPLA survey indicate that, of the 
attorneys responding to the survey, 


a. 75% perceived interviews as productive, 
b. 89% perceived interviews to be kept as scheduled, 


c. 68% perceived examiners to be adequately prepared, 
and 

d. 85% perceived the interview summary form to be com- 
pleted adequately. 


The results of the Examiners Survey indicate that, of 
the examiners responding to the survey, 


a. 53% perceived interviews as productive, 

b. 96% perceived interviews to be kept as scheduled, 

c. 88% perceived attorneys to be adequately prepared, 
and 

d. 67% perceived attorneys as making the substance of 
the interview of record. 


The survey results indicate that attorneys perceive that 
examiners are willing to grant at least one interview if 
timely requested. No need for improvement would appear 
necessary. A substantial number of attorneys(approxi- 
mately 30%) feel that examiners are only occasionally or 
rarely willing to discuss and attempt to resolve substantive 
issues at interviews. However,examiners often express the 
desire to reserve commitments until after an interview so 
that full consideration of all points could be made. It 
cannot be concluded from the survey data whether exam- 
iners could be making more substantive commitments at 
interviews. No need for improvement is indicated. Some 
improvement is needed by attorneys in ensuring that an 
adequate written record of the substance of all interviews 
is provided. 


2. Telephone Restriction 


As a general policy, the examiner should telephone the 
attorney of record and request an oral election when 
making a restriction requirement. In 62% of the restriction 
requirements reviewed, the policy was followed. However, 
the telephone is not required to be used when examiners 
know that an election will not be made by phone. The 
number of instances of the remaining 38% where no 
restriction was made for this reason was not determined. 
Hence, while it appears that some improvement is needed, 
the degree of need for improvement cannot be determined 
without further study. 


E. Responses by Applicant 
1. Responses under 37 CFR § 1.111 


Approximately 90% of the responses reviewed were 
technically fully responsive to Office actions. However, 
the percentage of responses that explained why the claimed 
invention would have been unobvious in view of the prior 
art was significantly lower. Moreover, some of the com- 
ments from examiners indicate that they feel responses 
often argue references individually rather than address the 
combination of references set forth in the prior Office 
action. At least part of this may be due to the lack of an 
examiner explanation in rejections how references are used 
and combined. 

Hence, no significant improvement is needed in assuring 
that responses under § 1.1 treat all objections and rejec- 
tions. However, significant improvement is needed in 
assuring that responses include an explanation of why it 
would have beefi unobvious to combine or modify the 
references in the manner suggested by the examiner. 


2. Responses Under 37 CFR § 1.116 


Only 16% of the amendments filed after a final rejection 
that were reviewed presented a showing of good and suffi- 
cient reasons why they were necessary and why they were 
not presented earlier. Moreover, 48% of the examiners 
and SPEs responding to the Examiners Survey perceived 
that attorneys generally do not start serious prosecution or 
make substantial smendments until after the final rejection. 

Hence, significant improvement is needed in assuring 
that responses under § 1.116 explain why an amendment 
was not presented earlier. 


3. Appeal Briefs-Responses to Rejections 
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Ninety-four percent of the briefs reviewed contained 
an explanation why the examiner’s modification of the 
references would have been unobvious. Hence, no signifi- 
cant improvement is needed in assuring that briefs ade- 
quately communicate why the examiner’s rejection is 
considered improper. 


4. Affidavits/Declarations Submitted to Overcome Rejec- 
tions 

Approximately 20% of affidavits/declarations are not 
filed in a timely manner. Hence, improvement is needed 
in assuring that affidavits/declarations are submitted in a 
timely manner. 

Examiner perception of the sufficiency of affidavits to 
either establish proper “nexus” when asserting commercial 
success or to present evidence to substantiate an allegation 
of “secondary considerations” was very low, indicating a 
need for at least some attorney improvement. 


F. Completeness of the Record 


1. Reasons for Allowance 

In 22% of the applications reviewed, the reason for 
allowance was not clear from the record. Moreover, onty 
50% of the attorneys responding to the AIPLA Survey 
perceived the reason for allowance made of record by the 
examiner, as clearly establishing why the claims were 
allowed. Hence, significant improvement is needed in 
assuring that the record clearly explain why the claims 
were allowed. 


2. Recordation of Searches 

Eighty-five percent of the applications surveyed had 
search boxes properly filled out by the examiner. Approxi- 
mately 45% of the applications, wherein an automated 
search was made, were lacking information about the auto- 
mated search. Hence, improvements are needed in assuring 
that the search data are recorded in a complete and accurate 
manner. 


3. Foreign Priority Data Verified 
The priority/PCT data appearing on the face of the 
file wrapper were not verified in 23% of the applications 
reviewed. Hence, a significant improvement is needed in 
assuring that the priority/PCT data appearing on the file 
jacket are verified. 


G. Compact Prosecution 


1. Adequacy of Applications Prior to First Action 

Applications should be devoid of obvious informalities. 
Significant improvement is needed in foreign origin appli- 
cations since 70% of the examiners surveyed perceived 
foreign applications as containing substantial formal defi- 
ciencies almost always or most of the time. However, only 
16% of the examiners perceived U.S. origin applications 
as containing substantial formal deficiencies. 

The disclosure should be readily understandable and 
the claims should clearly define the invention to enable 
the examiner to conduct an adequate search. Improvement 
is needed in foreign origin applications since 20% of the 
examiners surveyed perceive such applications as lacking 
an adequate disclosure to permit examination almost 
always or most of the time. However, 97% of these exam- 
iners perceive U.S. origin applications as containing an 
adequate disclosure. 

Claims should be presented that range from the broadest 
to the most detailed that applicant is willing to accept. 
Substantial improvement is needed in this area since the 
Applications Survey shows that only approximately 60% 
of the applications surveyed contained such a range of 
claims. 


2. Searches 
The first search should cover the invention as described 
and claimed. Substantial improvement is needed in con- 
ducting a more thorough search at the time of the first 
action since 50% of the applications surveyed revealed 
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newly applied art in subsequent actions that should have 
been applied in a previous action. 

A search should be made in the issuing class/subclass. 
Improvement is needed in this area because 11% of the 
allowed applications reviewed did not indicate that the 
issuing class/subclass was searched. 


3. Indication of Allowable Subject Matter 


Examiners should communicate certain aspects or fea- 
tures of applicant’s invention that if properly claimed 
would receive favorable consideration. Significant 
improvement is needed in this area since only 59% of the 
applications that were deemed appropriate for an indica- 
tion of allowable subject matter had such an indication. 


H. Appeal Practice 


1. Appellant’s Brief-Format 


Ninety-five percent of the briefs reviewed contained a 
concise explanation of the invention. However, only 46% 
of the explanations contained a reference back to the draw- 
ings and/or specification. Hence, a significant improve- 
ment is needed in assuring that appellant’s explanation of 
the invention refers to the drawing and/or specification. 
Ninety-five percent of the briefs reviewed contained a 
copy of the claims. Hence, no significant improvement is 
needed in assuring that appellants provide a copy of the 
claims on appeal. 

In addition, formal matters that are not currently 
required in briefs were found to be included in the surveyed 
briefs to the following extent, 


a. 27% of the briefs included a separate summary of the 
issues on appeal, 

b. 53% of the briefs included a citation of the references 
as well as an explanation of each reference, 

. 7% of the briefs included a reference back to the draw- 
ings or specification in the copy of the claims presented 
in the brief; however, 58% of the examiners surveyed 
thought that an appeal brief would be more useful if 
the claims on appeal were read on the drawings or 
specification, and 

. 2% of the briefs pointed out an exemplary claim; how- 
ever 60% of the examiners surveyed thought that an 
appeal brief would be more useful if appellant is 
required to state whether all the claims on appeal stand 
or fall together. 


The formal requirements of the brief should be reviewed 
to determine if these additional requirements would 
improve the manner in which issues on appeal and evi- 
dence in support thereof are set forth in the brief. 


2. Examiner’s Answer-Format 


Ninety percent of the answers surveyed identified the 
status of all the claims in the applications. One hundred 
percent of the answers cited all the references relied upon 
in the appeal and pointed out any deficiencies in the copy 
of the claims provided by appellant. Hence, no significant 
improvements are needed in the format of the examiners’ 
answers, as measured against the formal requirements for 
examiner’s answers. 

In addition, formal matters that are not currently 
required in examiner’s answers were found to be included 
in the surveyed answers to the following extent, 


a. 15% of the answers included a summary of the issues 
on appeal, 

b. 40% of the answers included an explanation of the 
invention, and 

c. 28% of the answers included an explanation of the 
references. 


The formal requirements of the examiner’s answer 
should be reviewed to determine if these additional 
requirements would improve the manner in which issues 
on appeal and evidence in support thereof are set forth in 
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the examiner’s answer. 


3. Examiner’s Answer-Completeness 
Seventy-two percent of the answers reviewed responded 
to every significant argument raised in the briefs. Hence, 
a significant improvement is needed in assuring that exam- 
iners’ answers respond to every significant argument/issue 
raised by appellants. 


4. Post Examiner’s Answer Practice 
The Appeals Survey shows that a substantial number 
of reply briefs are merely noted with no further comment 
by the examiner. The findings are inconclusive regard- 
ingthe propriety of the reply briefs or whether reply briefs 
are being treated properly by examiners. 


L Allowance After Appeal Brief 


Thirty-nine percent of applications allowed after an 
appeal brief had been filed were found to have no change 
in appellant’s position. Hence, significant improvement is 
needed in assuring that applications are allowed at the 
earliest appropriate stage of prosecution. 


J. Processing Times 


1. 16 Mailing of Office Actions 
Substantial improvement in mailing Office actions ear- 
lier than one month from the day when the examiners are 
given credit for the Office action has been accomplished 
since the inception of the Quality Reinforcement Program. 


2. Mailing of Notices of Allowance 
Substantial improvement in assuring that Notices of 


Allowances are mailed promptly has been accomplished 
since the inception of the Quality Reinforcement Program. 


3. Responses to Amendments After Final 
Substantial improvement in mailing responses to 
amendments after final has been accomplished since the 
inception of the Quality Reinforcement Program. 


Perceptions 


In addition to reaching conclusions on the current level of 
performance of each target practice, the program determined 
the opinions of patent examiners and representatives of appli- 
cants on various topics involved in the examination process. 
A summary of their perceptions is presented below. 

Examiner legal proficiency was perceived by attorneys 
to be in definite need of improvement. 

Examiner technical competency, care in doing the job, 
and neatness of attire were perceived by attorneys as more 
positive than negative, but in need of improvement. 

Clerical competency and care in doing the job were 
perceived by attorneys to be in definite need of improve- 
ment. 


Clerical functions including neatness of attire, coopera- 
tiveness, courteousness and availability were perceived as 
being more positive than negative, but with substantial 
room for improvement. 

Attorney handling of foreign origin applications was 
perceived by examiners to be deficient in preparation of 
the case for examination. Attorney practices including 
continued prosecution after final, interview practice, sub- 
mission of information disclosure statements and explana- 
tion of reasons for disagreement with § 103 rejections 
were also of concern to examiners. 


[1078 OG 22] 
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(69) Diligence in Filing Petitions to Revive 
and Petitions to Withdraw 


the Holding of Abandonment 


Once an application becomes inadvertently abandoned, it is 
incumbent on applicant to act with diligence in providing the 
response necessary to continue prosecution. Petitions to revive 
or to withdraw the holding of abandonment must be filed 
promptly after applicant is notified or otherwise becomes aware 
of the abandonment. Unless and until the Commissioner accepts 
applicant’s response as sufficient and complete to revive the 
application or to withdraw the holding of abandonment, the 
application remains abandoned and the burden continues to 
rest with applicant to exercise diligence. 

Some practitioners have demonstrated a lack of diligence in 
filing or renewing a petition to revive or a petition to withdraw 
the holding of abandonment. This appears to have been a con- 
scious decision on the practitioners’ part based on the belief 
that any delay in filing or renewing a petition could be cured 
by filing a terminal disclaimer equivalent to the period of delay 
in prosecuting the application. While the Office does have a 
policy of requiring a terminal disclaimer in those situations 
where there has been a delay of more than six months in filing 
a grantable petition to revive an application that has become 
abandoned [37 CFR 1.137(c), 1.316(d) and 1.317(c)], the ter- 
minal disclaimer has never been authorized or set forth in the 
rules as a substitute for diligence. Indeed, such an interpretation 
would be contrary to the traditional concept of reasonable dili- 
gence and is contrary to the explicit requirement of 37 CFR 
1.137(a), 1.155(b), 1.181(f), 1.316(b) and 1.137(b) that a peti- 
tion to revive be filed promptly. See Jn re Application of Takao, 
17 USPQ2d 1155 (Comm’r. 1990). 


JAMES E. DENNY 
Assistant Commissioner for 
Patents-designate 
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Patent and Trademark Office 
37 CFR Part 1 


Changes in Procedures for Revival of Patent 
Applications and Reinstatement of Patents 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent cases to: modify the 
petition requirements for reviving abandoned applications; 
extend the provisions for revival under the unintentional stan- 
dard to applications abandoned under § 1.53(d); modify the 
requirements for a petition to accept late payment of a mainte- 
nance fee filed more than six months after expiration of a patent; 
modify the requirements for a petition to accept unavoidably 
delayed payment of a maintenance fee; and provide for rein- 
statement of a patent where the delay in timely payment of a 
maintenance fee was unintentional. The Office is also estab- 
lishing the amount for the surcharge for accepting a mainte- 
nance fee after expiration of a patent for non-timely payment 
of a maintenance fee where the delay in payment is shown to 
the satisfaction of the Commissioner to have been unintentional. 
Effective Date: Sept. 20, 1993. These rules will be applicable 
to all papers filed with the Office on or after the effective date. 
For Further Information Contact: Jeffrey V. Nase by telephone 
at (703) 305-9282 or by mail marked to his attention and 
addressed to Office of the Assistant Commissioner for Patents, 
Box DAC, Washington, D.C. 20231. 

Supplementary Information: In a Notice of Rulem- 
aking published in the Federal Register (57 FR 41899) on Sept. 
14, 1992, and in the Patent and Trademark Office Official 
Gazette (1143 Off. Gaz. Pat. Office 8) on October 6, 1992, the 
Office to amend §§ 1.17, 1.137, 1.155, 1.316, 1.317 
and 1.378. In an Interim Rule published in the Federal Register 
(57 FR 56448 on November 30, 1992, and in the Patent and 
Trademark Office Official Gazette (1145 Off. Gaz. Pat. Office 
339) on December 8, 1992, the Office, pursuant to Public Law 
102-444 enacted October 23, 1992, established interim rules 
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for reinstatement of a patent where the delay in timely payment 
of a maintenance fee was unintentional. The Office also estab- 
lished the amount for the surcharge for accepting a maintenance 
fee after expiration of a patent for non-timely payment of a 
maintenance fee where the delay in payment was shown to the 
satisfaction of the Commissioner to have been unintentional. 
No oral hearing was held. 


DISCUSSION OF SPECIFIC SECTIONS TO BE CHANGED 
OR ADDED: 


(1) Post issuance fees. (§ 1.20) 


Section 1.20(i) is amended to add a $1,500 surcharge fee 
for ancaang the unintentionally delayed payment of a mainte- 
nance fee. 


Se or unintentional abandonment of an appli- 
cation 


Sections 1.137, 1.155, 1.316 and 1 317 each provide for 
petitions to the Commissioner for relief from failure to timely 
comply with a requirement of the Office. Section 1.137 provides 
for petitions to revive patent applications abandoned for failure 
to prosecute where the delay in prosecution was unavoidable 
(§ 1.137(a)) or the delay was unintentional (§ 1.137(b)). Section 
1.155 provides for petitions for acceptance of late payment 
of issue fees in applications for design patents as though no 
abandonment had ever occurred where the delay in payment 
was unavoidable (§ 1.155(b)) or unintentional (§ 1.155(c)). 
Section 1.316 provides for petitions for acceptance of late 
payment of issue fees in applications for patent as though no 
abandonment had ever occurred where the delay in payment 
was unavoidable (§ 1.316(b)) or unintentional (§ 1.316(c)). 
Section 1.317 provides for acceptance of late payment of the 
balance of issue fees in patents as though no lapse had ever 
occurred where the delay in payment was unavoidable (§ 
1.317(b)) or unintentional (§ 1.317(c)). 

In order to obtain relief under the unavoidable standard in 
the above-noted sections, the regulations continue to require 
the filing of a terminal disclaimer if the petition is filed more 
than six months after the date of abandonment. See §§ 1.137(c), 
1.155(d), 1.316(d) and 1.317(d). The terminal disclaimer must 
disclaim a period equivalent to the period of abandonment. 
The period of abandonment is considered to be the number of 
months lapsed from the date of abandonment until the date of 
filing of a grantable petition. 

Sections 1.137(c), 1.155(d) and 1.316(d) are amended to 
reflect the current practice that a terminal disclaimer filed for 
the purpose of reviving an application also applies to a patent 
granted on any continuing application entitled to the benefit 
of the filing date of the subject application under 35 U.S.C. 
120. 

Applicants may petition under the provisions of § 1.183 for 
a waiver of the requirement that a period equivalent to the 
period of abandonment be disclaimed if it can be shown that 
an extraordinary situation exists in which justice requires waiver 
of this requirement. 

If petitions under the above-noted sections were not grantable 
because of insufficient evidence or petitioner’s failure to 
comply with certain requirements, the Office dismissed the 
petitions. The dismissal indicated any missing items and warned 
petitioners that any renewed petition seeking reconsideration 
must be filed promptly. While the promptness requirement was 
not precisely defined, § 1.181(f) requires the filing of petitions 
within two months from an action complained of in order to 
avoid possible dismissal of the petition on the grounds that it 
was not timely filed. The above-noted sections are being 
amended to specify a two-month period or such time as may 
be set in the dismissal as being the appropriate deadline for 
requesting reconsideration. In those situations where petitioners 
require more time to gather additional evidence or items needed 
for reconsideration, an extension of time of up to four months 
may be obtained under the provisions of § 1.136(a). The filing 
of a renewed petition within the period specified in the decision 
or within the extended period permitted under § 1.136 will 
satisfy the promptness requirement of petitions under the 
unavoidable standard. 

Upon failure to timely file a renewed petition under the 
unavoidable standard, the Office will require a showing of 
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unavoidable delay for the entire period of abandonment. To be 
entitled to relief under the unavoidable standard, petitioner 
must be able to show unavoidable delay from a time prior to 
abandonment to the filing of a grantable petition. In re Applica- 
tion of Takeo, 17 USPQ2d 1155 (Comm’r Pat. 1990). Upon 
failure to timely file a renewed petition under the unintentional 
standard (see §§ 1.137(d), 1.155(e), 1.316(e) and 1.317(e)), 
petitioner may be subject to a loss of the right to proceed under 
the unintentional standard if more than one year lapsed between 
the date of abandonment and the date the renewed petition is 
filed. 

The unintentional provisions specified in § 1.137(b) will 
apply to applications abandoned under § 1.53(d). Effective 
Nov. 5, 1990, the Commissioner waived, under § 1.183, the 
exception specified in § 1.137(b) as to applicability of petitions 
under the unintentional standards to applications abandoned 
under § 1.53(d). See “Petitions to Revive Patent Applications 
Waiver of Provisions of 37 CFR § 1.137(b)”, 1121 Off. Gaz. 
Pat. Office 6 (Dec. 4, 1990). Section 1.137(b) is amended to 
incorporate this new practice into the regulations. 

The Office is amending § 1.137(b) to clearly require applicant 
to state that the delay was unintentional, rather than the aban- 
donment was unintentional. The Office has withdrawn its pro- 
posal that would have amended the rules of practice to require 
a terminal disclaimer if a grantable petition to reinstate an 
abandoned application was not filed within six months from 
the date of abandonment. The terminal disclaimer proposal was 
withdrawn because of the burden that such a requirement would 
impose on applicants and the Office and because it is unneces- 
sary to achieve its intended purpose. The Office had suggested 
the terminal disclaimer proposal to ensure that any petition to 
revive was promptly filed. However, the proposed terminal 
disclaimer requirement is unnecessary to ensure prompt filing 
of the petition to revive since the first sentence of § 1.137(b) 
states that an application may be revived if the delay was 
unintentional. Accordingly, the specific requirements for the 
unintentional petition to revive have been amended to corre- 
spond to the existing rule provision that revival is available if 
the delay was unintentional, not just that the abandonment was 
unintentional. A person seeking revival should not make a 
statement that the delay was unintentional unless the entire 
delay, including the delay from the date it was discovered that 
the application was abandoned up until the petition to revive 
was actually filed, was unintentional. For example, a statement 
that the delay was unintentional would not be proper when 
applicant becomes aware of an abandonment and then intention- 
y delays filing a petition to revive the application under § 
1.137. 


The Office adopted a policy wherein, under certain strictly 
limited conditions, the one-year period for requesting revival 
of an unintentionally abandoned application could be waived. 
Accordingly, the prohibition against requests for waiver found 
in §§ 1.137(b), 1.155(c), 1.316(c) and 1.317(c) has been deleted. 
See “Petitions Under 37 CFR 1.183 to Waive the One Year 
Time Period Requirement in 37 CFR 1.137(b), 1.155(c) and 
1.316(c)” at 1059 Off. Gaz. Pat. Office 4 (Oct. 1, 1985). How- 
ever, applicants are cautioned that waiver of the one-year dead- 
line under the unintentional standard will continue to be subject 
to strictly limited conditions. 


(3) Issue and term of design patents (§ 1.155) 


Section 1.155 is amended to be consistent with the changes 
to § 1.137. Paragraph (b) of § 1.155 is further modified to 
correct a ical error. In the reference to the fee in § 
1.17(1), the letter (1) should have appeared instead of the 
numeral (1). 


7+ aac abandoned for failure to pay issue fee (§ 


Section 1.316 is amended to be consistent with the changes 
to § 1.137. Paragraph (b) of § 1.316 is further modified to 
correct a typographical error. In the reference to the fee in § 
1.17(1), the letter (1) should have appeared instead of the 
numeral (1). 


(5) Lapsed Patents; delayed payment of balance of issue 
fee (§ 1.317) 
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Section 1.317 contains a provision regarding issue fees paid 
prior to October 1, 1982. Prior to that date, the Office charged 
an initial base issue fee and, depending on the size of the 
specification and drawings printed, billed applicants for a bal- 
ance of issue fee due. Subsequent to Oct. 1, 1982, all applicants 
were required to pay the same issue fee regardless of the size 
of the specification and drawings. Reference to the date in § 
1.317 is being deleted at this point in time since it is no longer 
relevant to pending applications. However, practice under this 
section continues to be relevant when a fee change becomes 
effective before payment is received. 

In order to satisfy the requirement of 35 U.S.C. 151, the 
Office mails out a Notice of Allowance which specifies the 
sum of the issue fee due. When the issue fee amount is changed, 
the sum specified on the Notice of Allowance is at times dif- 
ferent from that required at the time payment is actually received 
in the Office. If applicants submit issue fee payments in the 
amount specified on the Notice of Allowance after the effective 
date of a fee increase, then a balance of issue fee is due. The 
Office will accept payment of the amount specified on the 
Notice of Allowance and process the application into a patent. 
In accordance with 35 U.S.C. 151 and 37 CFR 1.317, a notice 
is sent to applicants requesting payment of the balance of the 
issue fee due (the difference between the fee due at time of 
receipt of payment in the Office and the fee specified on the 
Notice of Allowance) and setting a three-month period for 

yment. See In re Mills, 12 USPQ2d 1847 (Comm’r Pat. 
1989). Failure to pay the balance of the issue fee within the 
specified three-month period. result in lapse of the patent. 
Therefore, the reference to Oct. 1, 1982, in § 1.317 is being 
replaced by language specifying the consequences of failure 
to pay the issue fee due at the time payment is made. 

Section 1.317 is amended to be consistent with the changes 
in § 1.137. Paragraph (b) of § 1.317 is further modified to 
correct a typosraphical error. In the reference to the fee in § 
1.17), rt letter (1) should have appeared instead of the numeral 
(1). 


(6) Delayed payment of a maintenance fee (§ 1.378) 


Public Law 102-444 amends subsection 41(c)(1) of title 35, 
United States Code, to permit the Commissioner to accept 
late payment of any maintenance fee filed within twenty-four 
months after the six-month grace period, if the delay in payment 
is shown to the satisfaction of the Commissioner to have been 
unintentional. In order to implement Public Law 102-444, para- 
graphs (a) and (c) of § 1.378 are amended to permit the filing 
of a petition to accept late payment of a maintenance fee, where 
the delay in payment was unintentional. 

In addition to the timeliness deadline set forth in the pre- 
ceding paragraph, a petition filed under the unintentional stan- 
dard of § 1.378(c) would have to include the required 
maintenance fee set forth in § 1.20 (e) through (g), the surcharge 
for an unintentionally expired patent as set forth in § 1.20(4)(2), 
and a statement that the delay in payment of the maintenance 
fee was unintentional. 

A person seeking reinstatement of an expired patent should 
not make a statement that the delay in payment of the mainte- 
nance fee was unintentional unless the entire delay, including 
the delay from the date it was discovered that the maintenance 
fee was not paid timely up until the maintenance fee was 
actually paid, was unintentional. For example, a statement that 
the delay in payment of the maintenance fee was unintentional 
would not be proper when patentee becomes aware of an unin- 
tentional failure to timely pay the maintenance fee and then 
intentionally delays filing a petition for reinstatement of the 
patent under § 1.378. 

Petitions to accept delayed payment of a maintenance fee 
in an expired patent, prior to enactment of Public Law 102- 
444, required a showing of unavoidable delay. In the case of 
petitions filed more than six months after expiration of a patent, 
former § 1.378(c) further required a showing that the failure 
to timely pay the maintenance fee was beyond the control of 
the patentee. The Office had determined that the “beyond the 
control” standard did not find adequate support in the relevant 
statute (35 U.S.C. 41(c)) or in the legislative history of Public 
Law 97-247. See “Acceptance of Delayed Payment of Mainte- 
nance Fees in Expired Patents”, 1115 Off. Gaz. Pat. Office 18 
(June 12, 1990). Therefore, former § 1.378(c) has been deleted 
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in its entirety to be replaced by the unintentional delay provis- 
ions discussed above. Additionally, § 1. 378(b) i is amended to 
provide that the unavoidable delay provisions are available at 
any time following expiration of a patent for failure to pay a 
maintenance fee. 

Furthermore, the practice of accepting late payment of main- 
tenance fees is modified to be more analogous to the practice 
of reviving abandoned applications and accepting late payment 
of issue fees. Additionally, the public interest is best served 
by prompt reinstatement of a patent in which there was an 
unavoidable or unintentional delay in the timely payment of 
the maintenance fee. 

The requirements for a petition to accept late payment of a 
maintenance fee, where the delay was unavoidable, are outlined 
in paragraph (b) of § 1.378. In addition to the maintenance fee 
and surcharge previously required, paragraph (b) is amended 
to require prompt filing of a petition after the patentee is noti- 
fied, or otherwise becomes aware, of the expiration of the 
patent. 


Response to Comments on the Rules 


Four comments were received. 
Comment 1: One comment questioned the time limits in pro- 
posed § 1.378(c)(5). 
Reply: The proposed time limits will not be adopted because 
Public Law 102-444 sets the time limit for filing a petition to 
accept the delayed payment of a maintenance fee at twenty- 
four months after the six-month grace period provided in 35 
U.S.C. 41(C). 
Comment 2: One comment questioned the proposed terminal 
disclaimer requirement for petitions to revive an abandoned 
application under the unintentional standard. 
Reply: The proposed terminal disclaimer requirement for peti- 
tions to revive an abandoned application under the unintentional 
standard will not be adopted. First, it has been determined 
that the proposed terminal disclaimer requirement would have 
created an unduly complex procedure for both the applicant 
and the Office. Second, the terminal disclaimer requirement is 
unnecessary to address a delay in filing a petition for uninten- 
tional abandonment since § 1.137(b) already indicates that the 
application may be revived if the delay was unintentional. If 
a delay in filing a petition was intentional, the petition would 
be denied. Third, the requirements for a petition have been 
amended to add the requirement for a statement that the delay 
in responding was unintentional so as to be consistent with 
the requirements of the first sentence of § 1.137(b). Finally, 
applicants are cautioned against intentionally delaying the filing 
of a petition to revive an abandoned application because it may 
preclude any revival from an abandoned status. Applicants have 
delayed filing a petition under the unintentional standard until 
after expiration of the one-year period because of a miscalcula- 
tion of the one-year period. This miscalculation resulted in the 
applicant being unable to show that the delay was unavoidable. 
In re Application of S, 8 USPQ2d 1630 (Comm’r Pat. 1988). 
Comment 3: One comment questioned whether Public Law 
102-444 and therefore 37 CFR 1.378(c) were applicable to 
patents that had expired prior to Oct. 23, 1992, for failure to 
timely pay the required maintenance fee. 
Reply: Section 1.378 has been established in accordance with 
the statutory mandate. Public Law 102-444 and 37 CFR 
1.378(c) are effective as to any patent that would be covered 
by the literal language of the sections. Public Law 102-444 
and interim rule 37 CFR 1.378(c) were effective Oct. 23, 1992. 
Since Public Law 102-444 provides up to a twenty-four month 
period after the six-month grace period provided in 35 U.S.C. 
41(c) to seek reinstatement of an expired patent where the delay 
was unintentional, any patent that expired on or after Oct. 23, 
1990, for failure to timely pay a maintenance fee is eligible 
for relief under 37 CFR 1.378(c). However, it should be noted 
that a petition to reinstate an unintentionally expired patent, 
the required maintenance fee, and the unintentional surcharge 
(37 CFR 1.20(i)(2)) must be filed within twenty-four months 
after the six-month grace period to be eligible for relief under 
the new unintentional provision. 
Comment 4: One comment protested that the $1,500 surcharge 
established in § 1.20(i)(2) was too high. 
Reply: The $1,500 surcharge established in § 1.20(i)(2) is 
proper. The amount of $1,500 was determined by considering: 
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(1) the $1,170 petition fee for reinstating an unintentionally 

patent application, (2) the relationship imposed by 
statute between the $1,170 petition fee for reinstating an unin- 
tentionally abandoned patent application and the $110 petition 
fee for reinstating an unavoidably abandoned patent application, 
and (3) the $620 surcharge for reinstating an unavoidably 
expired patent. Additionally, the Office noted in its original 
request for comments on the desirability of permitting accep- 
tance of unintentionally delayed payment of maintenance fees 
(see 1089 Off. Gaz. Pat. Office 55, April 26, 1988) that the 
surcharge to accept an unintentionally delayed payment of a 
maintenance fee would be substantially higher than the sur- 
charge to accept an unavoidably delayed payment of a mainte- 
nance fee. Not only was there no comment adverse to the 
suggestion of a higher fee, one comment suggested that the 
surcharge to accept an unintentionally delayed payment of a 
maintenance fee be set extremely high so that the Office could 
be assured that the late payment was, in fact, unintentional. 
The Office, after taking all of the above into consideration, 
determined that $1,500 was an appropriate amount to charge 
as the surcharge to accept an unintentionally delayed payment 
of a maintenance fee. 


OTHER CONSIDERATIONS 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal 
impact of these changes is to incorporate Public Law 102-444 
into the regulations and will give relief to many small entities 
that do not now have a mechanism to reinstate their expired 

nt. 

The Office has determined that this rule change is not a 
major rule under Executive Order 12291. The annual effect on 
the economy will be less than $100 million. There will be no 
major increase in costs or prices for consumers; individuals; 
industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

These rule changes contain a collection of information 
requirements subject to the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq., which have previously been approved 
by the Office of Management and Budget under Control Nos. 
0651-0016 and 0651-0031. The public reporting burden for 
these collections of information for abandoned applications and 
delayed maintenance fees is estimated to average 1.0 hour each 
including the time for reviewing instructions, searching existing 
data sources, gathering and maintaining the data needed, and 
completing and reviewing the collections of information. Send 
comments regarding these burden estimates, or any other aspect 
of these collections of information, including suggestions for 
reducing the burden, to Jeffrey V. Nase, Office of the Assistant 
Commissioner for Patents, Box DAC, Washington, D.C. 20231; 
and to the Office of Information and Regulatory Affairs, Office 
of Management and Budget, Washington, D.C. 20503 (ATTN: 
Paperwork Reduction Act Project 0651-0011 and 0651-0016). 


List of Subjects 37 CFR Part 1 


Administrative practice and procedure, Freedom of informa- 
tion, Inventions and patents, Reporting and record keeping 
requirements. 

For the reasons set out in the 
authority contained in 35 U.S.C. 6, Part 1 of title 37 of the 


preamble, and pursuant to the 
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Code of Federal Regulations is amended as set forth below. 
PART | - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 

Authority: 35 U.S.C. 6, unless otherwise noted. 

2. Section 1.20 is amended by revising paragraph (i) to read 
as follows: 


§ 1.20 Post issuance fees. 


ese2¢8 


(i) Surcharge for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee where 
the delay in payment is shown to the satisfaction of the Commis- 
sioner to have been 

(1) unavoidable 

(2) unintentional 


see 


3. Section 1.137 is revised to read as follows: 
(a) § 1.137 Revival of abandoned application. 


(a) An application abandoned for failure to prosecute may 
be revived as a pending application if it is shown to the satisfac- 
tion of the Commissioner that the delay was unavoidable. A 
petition to revive an abandoned application must be promptly 
filed after the applicant is notified of, or otherwise becomes 
aware of, the abandonment, and must be accompanied by: 

(1) a proposed response to continue prosecution of that 
application, or the filing of a continuing application, unless 
either has been previously filed; 

(2) the petition fee as set forth in § 1.17(1); and 

(3) a showing that the delay was unavoidable. The showing 
must be a verified showing if made by a person not registered 
to practice before the Patent and Trademark Office. 

(b) An application unintentionally abandoned for failure to 
prosecute may be revived as a pending application if the delay 
was unintentional. A petition to revive an unintentionally aban- 
doned application must be: 

(1) accompanied by a proposed response to continue prose- 
cution of that application, or the filing of a continuing applica- 
tion, unless either has been previously filed; 

. (2) accompanied by the petition fee as set forth in § 
1.17(m); 

(3) accompanied by a statement that the delay was uninten- 
tional. The statement must be a verified statement if made 
by a person not registered to practice before the Patent and 
Trademark Office. The Commissioner may require additional 
information where there is a question whether the delay was 
unintentional; and 

(4) filed either: 

(i) within one year of the date on which the application 
became abandoned; or 

(ii) within three months of the date of the first decision 
On a petition to revive under paragraph (a) of this section which 
was filed within one year of the date on which the application 
became abandoned. 

(c) Any petition pursuant to paragraph (a) of this section not 
filed within six months of the date of abandonment of the 
application, must be accompanied by a terminal disclaimer with 
fee under § 1.321 dedicating to the public a terminal part of 
the term of any patent granted thereon equivalent to the period 
of abandonment of the application. The terminal disclaimer 
must also apply to any patent granted on any continuing applica- 
tion entitled under 35 U.S.C. 120 to the benefit of the filing 
date of the application for which revival is sought. 

(d) Any request for reconsideration or review of a decision 
refusing to revive an application upon petition filed pursuant 
to paragraphs (a) or (b) of this section, to be considered timely, 
must be filed within two months of the decision refusing to 
revive or within such time as set in the decision. 

(e) The time periods set forth in this section cannot be 
extended, except that the three-month period set forth in para- 
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graph (b)(4)(ii) and the time period set forth in paragraph (d) 
of this section may be extended under the provisions of § 1.136. 


4. Section 1.155 is amended by revising paragraphs (b) 
through (d) and adding paragraphs (e) and (f) to read as follows: 


§ 1.155 Issue and term of design patents. 


see 


(b) The Commissioner may accept the payment of the issue 
fee later than three months after the mailing of the notice of 
allowance as though no abandonment had ever occurred if 
upon petition the delay in payment is shown to have been 
unavoidable. The petition to accept the delayed payment must 
be promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment, and must be accompanied 
by: 

(1) the issue fee, unless it has been previously submitted; 

(2) the fee for delayed payment (§ 1.17(1)); and 

(3) a showing that the delay was unavoidable. The showing 
must be a verified showing if made by a person not registered 
to practice before the Patent and Trademark Office. 

(c) The Commissioner may, upon petition, accept the pay- 
ment of the issue fee later than three months after the mailing 
of the notice of allowance as though no abandonment had ever 
occurred if the delay in payment was unintentional. The petition 
to accept the delayed payment must be: 

(1) accompanied by the issue fee, unless it has been pre- 
viously submitted; 

(2) accompanied by the fee for unintentionally delayed 
payment (§ 1.17(m)); 

(3) accompanied by a statement that the delay was uninten- 
tional. The statement must be a verified statement if made 
by a person not registered to practice before the Patent and 
Trademark Office. The Commissioner may require additional 
information where there is a question whether the delay was 
unintentional; and 

(4) filed either: 

(i) within one year of the date on which the application 
became abandoned; or 

(ii) within three months of the date of the first decision 
on a petition under paragraph (b) of this section which was 
filed within one year of the date on which the application 
became abandoned. 

(d) Any petition pursuant to paragraph (b) of this section 
not filed within six months of the date of abandonment of the 
application, must be accompanied by a terminal disclaimer with 
fee under § 1.321 dedicating to the public a terminal part of 
the term of any patent granted thereon equivalent to the period 
of abandonment of the application. The terminal disclaimer 
must also apply to any patent granted on any continuing applica- 
tion entitled under 35 U.S.C. 120 to the benefit of the filing 
date of the application for which revival is sought. 

(e) Any request for reconsideration or review of a decision 
refusing to accept the delayed payment upon petition filed 
pursuant to paragraphs (b) or (c) of this section, to be considered 
timely, must be filed within two months of the decision refusing 
to accept the delayed payment or within such time as set in 
the decision. 

(f) The time periods set forth in this section cannot be 
extended, except that the three-month period set forth in para- 
graph (c)(4)(i) of this section and the time period set forth in 
paragragh (e) of this section may be extended under the provis- 
tons of § 1.136. 


5. Section 1.316 is amended by revising paragraphs (b) 
through (d) and adding paragraphs (e) and (f) to read as follows: 


§ 1.316 Application abandoned for failure to pay issue fee. 


(b) The Commissioner may accept the payment of the issue 
fee later than three months after the mailing of the notice of 
allowance as though no abandonment had ever occurred if 
upon petition the delay in payment is shown to have been 
unavoidable. The petition to accept the delayed payment must 
be promptly filed after the applicant is notified of, or otherwise 
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becomes aware of, the abandonment, and must be accompanied 
by: 

(1) the issue fee, unless it has been previously submitted; 

(2) the fee for delayed payment (§ 1.17(1)); and 

(3) a showing that the delay was unavoidable. The showing 
must be a verified showing if made by a person not registered 
to practice before the Patent and Trademark Office. 

(c) The Commissioner may, upon petition, accept the pay- 
ment of the issue fee later than three months after the mailing 
of the notice of allowance as though no abandonment had ever 
occurred if the delay in payment was unintentional. The petition 
to accept the delayed payment must be: 

(1) accompanied by the issue fee, unless it has been pre- 
viously submitted; 

(2) accompanied by the fee for unintentionally delayed 
payment (§ 1.17(m)); 

(3) accompanied by a statement that the delay was uninten- 
tional. The statement must be a verified statement if made 
by a person not registered to practice before the Patent and 
Trademark Office. The Commissioner may require additional 
information where there is a question whether the delay was 
unintentional; and 

(4) filed either: 

(i) within one year of the date on which the application 
became abandoned; or 

(ii) within three months of the date of the first decision 
on a petition under paragraph (b) of this section which was 
filed within one year of the date on which the application 
became abandoned. 

(d) Any petition pursuant to paragraph (b) of this section 
not filed within six months of the date of abandonment of the 
application, must be accompanied by a terminal disclaimer with 
fee under § 1.321 dedicating to the public a terminal part of 
the term of any patent granted thereon equivalent to the period 
of abandonment of the application. The terminal disclaimer 
must also apply to any patent granted on any continuing applica- 
tion entitled under 35 U.S.C. 120 to the benefit of the filing 
date of the application for which revival is sought. 

(e) Any request for reconsideration or review of a decision 
refusing to accept the delayed payment upon petition filed 
pursuant to paragraphs (b) or (c) of this section, to be considered 
timely, must be filed within two months of the decision refusing 
to accept the delayed payment or within such time as set in 
the decision. 

(f) The time periods set forth in this section cannot be 
extended, except that the three-month period set forth in para- 
graph (c)(4)(ii) of this section and the time period set forth in 
paragraph (e) of this section may be extended under the provis- 
ions of § 1.136. 


6. Section 1.317 is revised to read as follows: 


§ 1.317 Lapsed patents; delayed payment of the balance of 
issue fee. 


(a) If the issue fee paid is the amount specified in the Notice 
of Allowance, but a higher amount is required at the time the 
issue fee is paid, any remaining balance of the issue fee is to 
be paid within three months from the date of notice thereof 
and, if not paid, the patent will lapse at the termination of the 
three-month period. 

(b) The Commissioner may accept the payment of the 
remaining balance of the issue fee later than three months after 
the mailing of the notice thereof as though no lapse had ever 
occurred if upon petition the delay in payment is shown to 
have been unavoidable. The petition to accept the delayed 
payment must be promptly filed after the applicant is notified 
of, or otherwise becomes aware of, the lapse, and must be 
accompanied by: 

(1) the remaining balance of the issue fee, unless it has 
been previously submitted; 

(2) the fee for delayed payment (§ 1.17(1)); and 

(3) a showing that the delay was unavoidable. The showing 
must be a verified showing if made by a person not registered 
to practice before the Patent and Trademark Office. 

(c) The Commissioner may, upon petition, accept the pay- 
ment of the remaining balance of the issue fee later than three 
months after the mailing of the notice thereof as though no 
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lapse had ever occurred if the delay in payment was uninten- 
tional. The petition to accept the delayed payment must be: 

(1) accompanied by the remaining balance of the issue 
fee, unless it has been previously submitted; 

(2) accompanied by the fee for unintentionally delayed 
payment (§ 1.17(m)); 

(3) accompanied by a statement that the delay was uninten- 
tional. The statement must be a verified statement if made 
by a person not registered to practice before the Patent and 
Trademark Office. The Commissioner may require additional 
information where there is a question whether the delay in 
payment was unintentional; and 

(4) filed either: 

(i) within one year of the date on which the patent 
lapsed; or 

(ii) within three months of the date of the first decision 
on a petition under paragraph (b) of this section which was 
filed within one year of the date on which the patent lapsed. 

(d) Any petition pursuant to paragraph (b) of this section 
not filed within six months of the date of lapse of the patent, 
must be accompanied by a terminal disclaimer with fee under 
§ 1.321 dedicating to the public a terminal part of the term of 
the patent equivalent to the period of lapse of the patent. 

(e) Any request for reconsideration or review of a decision 
refusing to accept the delayed payment upon petition filed 
pursuant to paragraphs (b) or (c) of this section, to be considered 
timely, must be filed within two months of the decision refusing 
to accept the delayed payment or within such time as set in 
the decision. 

(f) The time periods set forth in this section cannot be 
extended, except that the three-month period set forth in para- 
graph (c)(4)(ii) and the time period set forth in paragraph (e) 
of this section may be extended under the provisions of § 1.136. 


7. Section 1.378, paragraphs (a), (b), (c) and (e) are revised 
to read as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent. 


(a) The Commissioner may accept the payment of any main- 
tenance fee due on a patent after expiration of the patent if, 
upon petition, the delay in payment of the maintenance fee is 
shown to the satisfaction of the Commissioner to have been 
unavoidable (paragraph (b) of this section) or unintentional 
(paragraph (c) of this section) and if the surcharge required by 
§ 1.20(i) is paid as a condition of accepting payment of the 
maintenance fee. If the Commissioner accepts payment of the 
maintenance fee upon petition, the patent shall be considered 
as not having expired, but will be subject to the conditions set 
forth in 35 U.S.C. 41(c)(2). 

(b) Any petition to accept an unavoidably delayed payment 
of a maintenance fee filed under paragraph (a) of this section 
must include: 

(1) the required maintenance fee set forth in § 1.20(e) 
through ¢g) 

(2) the surcharge set forth in § 1.20(i)(1); and 

(3) a showing that the delay was unavoidable since reason- 
able care was taken to ensure that the maintenance fee would 
be paid timely and that the petition was filed promptly after 
the patentee was notified of, or otherwise became aware of, 
the expiration of the patent. The showing must enumerate the 
steps taken to ensure timely payment of the maintenance fee, 
the date and the manner in which patentee became aware of 
theexpiration of the patent, and the steps taken to file the petition 
promptly. ie 

(c) Any petition to accept an unintentionally delayed payment 
of a maintenance fee filed under paragraph (a) of this section 
must be filed within twenty-four months after the six-month 
grace period provided in § 1.362(e) and must include: 

(1) the required maintenance fee set forth in § 1.20 (e) 
through (g); . 

(2) the surcharge set forth in § 1.20(i)(2); and 

(3) a statement that the delay in payment of the mainte- 
nance fee was unintentional. 
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(e) Reconsideration of a decision refusing to accept a mainte- 
nance fee upon petition filed pursuant to paragraph (a) of this 
section may be obtained by filing a petition for reconsideration 
within two months of, or such other time as set in, the decision 
refusing to accept the delayed payment of the maintenance fee. 
Any such petition for reconsideration must be accompanied by 
the petition fee set forth in § 1.17(h). After decision on the 
petition for reconsideration, no further reconsideration or 
review of the matter will be undertaken by the Commissioner. 
If the delayed payment of the maintenance fee is not accepted, 
the maintenance fee and the surcharge set forth in § 1.20(i) 
will be refunded following the decision on the petition for 
reconsideration, or after the expiration of the time for filing 
such a petition for reconsideration, if none is filed. Any petition 
fee under this section will not be refunded unless the refusal 
to accept and record the maintenance fee is determined to result 
from an error by the Patent and Trademark Office. 


MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 


Aug. 11, 1993 


[1154 OG 35] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 920670-2281] 

RIN 0651-AA57 


Changes in Procedures for Reinstatement of Patents 


(71) 


Agency: Patent and Trademark Office, Commerce 

Action: Interim Rule 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent cases to provide for 
reinstatement of a patent where the delay in timely payment 
of a maintenance fee was unintentional. The Office is also 
establishing the amount for the surcharge for accepting a main- 
tenance fee after expiration of a patent for non-timely payment 
of a maintenance fee where the delay in payment is shown to 
the satisfaction of the Commissioner to have been unintentional. 
Dates: Interim rule effective Oct. 23, 1992. These rules will 
be applicable to all petitions to reinstate an expired patent filed 
with the Office on or after the effective date. The surcharge 
cited in sections 1.20(i)(2) and 1.378(c)(2) of title 37 of the 
Code of Federal Regulations will be effective thirty days from 
publication of this rulemaking in the Federal Register or the 
Official Gazette of the Patent and Trademark Office, whichever 
is later. Written comments on this rulemaking must be received 
on or before Jan. 8, 1993 to ensure consideration. An oral 
hearing will not be conducted. 

Addresses: Address written comments on this interim rulem- 
aking to Office of the Assistant Commissioner for Patents, Box 
DAC, Washington, D.C. 20231, marked to the attention of 
Jeffrey V. Nase. Correspondence may be sent by FAX to the 
attention of Jeffrey V. Nase at (703) 305-8825. 

For Further Information Contact: Jeffrey V. Nase by telephone 
at (703) 305-9282 or by mail marked to his attention and 
addressed to Office of the Assistant Commissioner for Patents, 
Box DAC, Washington, D.C. 20231. 

Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register (S7 FR 41899) on Sept. 
14, 1992, and in the Patent and Trademark Office Official 
Gazette (1143 Off. Gaz. Pat. Office 8) on Oct. 6, 1992, the 
Office proposed to amend the current regulations in the event 
that proposed statutory changes were enacted to allow for the 
reinstatement of a patent where the delay in timely payment 
of a maintenance fee was unintentional. 

Section 41 of title 35, United States Code, establishes fees 
that the Commissioner shall charge for patent-related matters. 
A bill to amend title 35 with respect to the late payment of 
maintenance fees was introduced on June 4, 1992, in the House 
of Representatives as H.R. 5328 (hereafter, Bill). The Bill, as 
introduced, proposed to: (1) amend 35 U.S.C. § 41(c)(1) to 
permit reinstatement of a patent which expired unintentionally 
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for failure to timely pay the maintenance fee, provided that the 
payment is made within eighteen months after the six-month 
grace period specified in 35 U.S.C. § 41(b); and (2) amend 35 
U.S.C. § 41(a)(7) to require a petition fee for an unintentionally 
delayed payment for maintaining a patent in force. The Bill, 
with amendments, was enacted as Public Law No. 102-444 
(hereafter, Act). 

The Act amends 35 U.S.C. § 41(c)(1) to permit reinstatement 
of a patent which expired unintentionally for failure to timely 
pay the maintenance fee, provided that the payment is made 
within twenty-four months after the six-month grace period 
specified in 35 U.S.C. § 41(b). 

Since the Act is effective on enactment and since it differs 
significantly from the Bill, as introduced, it is necessary to 
promulgate this interim rulemaking. This interim rulemaking 
implements the procedures the Office will follow to accept the 
unintentionally delayed payment of a maintenance fee. All 
aspects of this rulemaking either confer a benefit or are clearly 
and directly related to the benefit conferred. Therefore, this 
rulemaking is exempt from the Administrative Procedures Act’s 
rulemaking requirements under the proprietary matters excep- 
tion, 5 U.S.C. § 553(a)(2). Furthermore, any delay in the imple- 
mentation of this interim rulemaking would be contrary to 
the public interest in granting relief by ensuring that patents 
unintentionally expired for failure to pay the required mainte- 
nance fee are promptly reinstated. 

Under the Act, the Commissioner has authority to set a 
surcharge for accepting the unintentionally delayed payment 
of a maintenance fee. The Commissioner has determined that 
an interim surcharge of $1,500 is appropriate. If a surcharge 
in a lower amount is finally adopted (after review of public 
comments in response to this interim rulemaking), patentees 
will be refunded any excess payment. The $1,500 interim sur- 
charge was determined to be the appropriate amount when 
compared to the existing $620 surcharge for accepting the 
unavoidably delayed payment of a maintenance fee. The higher 
interim surcharge is appropriate since a petition to accept the 
unintentionally delayed payment of a maintenance fee will 
require only a statement that the delay in payment of the mainte- 
nance fee was unintentional, not a showing of facts sufficient 
to establish unavoidable delay. Furthermore, the higher amount 
for relief based on the unintentional delay relative to those 
based on unavoidable delay is similar to the statutory difference 
in fees for petitioning to revive an abandoned application. 

The $1,500 interim surcharge will not take effect until the 
date thirty days from publication of this interim rulemaking in 
the Federal Register or the Official Gazette of the Patent and 
Trademark Office, whichever is later. Section 1.378(c)(2) is 
waived until the $1,500 surcharge becomes effective. However, 
petitions to accept the delayed payment of a maintenance fee 
should not be delayed for that thirty-day period. The surcharge 
for the acceptance of a maintenance fee resulting from a petition 
filed under this waiver will be due when the petition is granted. 


One comment on the proposed § 1.378 has been received. 


Comment: The comment questioned the time limits proposed 
for § 1.378(c)(5). 
Reply: The proposed time limits will not be adopted because 
the Act sets the time limit for filing a petition to accept the 
delayed payment of a maintenance fee. 

Any final rule will treat both the comments made to the 
proposed rules and to these interim rules. 


DISCUSSION OF SPECIFIC SECTIONS TO BE 
CHANGED OR ADDED: 


(1) Post issuance fees. (§ 1.20) 


Section 1.20(i) is amended to add a $1,500 surcharge fee for 
accepting the unintentionally delayed payment of a maintenance 
fee. This amendment will not become effective until the date 
thirty days after Publication of this interim rulemaking in the 
Federal Register or in the Official Gazette of the Patent and 
Trademark Office, whichever is later. 


(2) Delayed payment of a maintenance fee (§ 1.378) 


The Act amends subsection 41(c)(1) of title 35, United States 
Code, to permit the Commissioner to accept late payment of 
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any maintenance fee filed within twenty-four months after the 
six-month grace period, if the delay in payment is shown to 
the satisfaction of the Commissioner to have been unintentional. 
In order to implement the Act, paragraphs (a) and (c) of § 
1.378 are amended to permit the filing of a petition to accept 
late payment of a maintenance fee, where the delay in payment 
was unintentional. 

In addition to the timeliness deadlines set forth in the pre- 
ceding paragraph, a petition filed under the unintentional stan- 
dard of § 1.378(c) would have to include the required 
maintenance fee set forth in § 1.20(e) through (g), the surcharge 
for an unintentionally expired patent as set forth in § 1.20(i)(2), 
and a statement that the delay in payment of the maintenance 
fee was unintentional. The requirement of § 1.378(c)(2) that 
the petition must include the surcharge will be waived until 
the date thirty days after publication of this interim rulemaking 
in the Federal Register or in the Official Gazette of the Patent 
and Trademark Office, whichever is later. The surcharge for 
the acceptance of a maintenance fee resulting from a petition 
filed under this waiver will be due when the petition is granted. 

A statement that the delay in payment of the maintenance 
fee was unintentional would not be appropriate unless the entire 
delay, up until the maintenance fee was actually paid, was 
unintentional. For example, a statement that the delay in pay- 
ment of the maintenance fee was unintentional would not be 
proper when patentee becomes aware of an unintentional failure 
to timely pay the maintenance fee and then intentionally delays 
filing a petition for reinstatement of the patent under § 1.378. 

Petitions to accept delayed payment of a maintenance fee 
in an expired patent, prior to enactment of the Act, required a 
showing of unavoidable delay. In the case of petitions filed 
more than six months after expiration of a patent, current § 
1.378(c) further required a showing that the failure to timely 
pay the maintenance fee was beyond the control of the patentee. 
The Office has determined that the “beyond the control” stan- 
dard does not find adequate support in the relevant statute (35 
U.S.C. 41(c)) or in the legislative history of Public Law 97- 
247. See “acceptance of Delayed Payment of Maintenance Fees 
in Expired Patents”, 1115 Off. Gaz. Pat. Office 18 (June 12, 
1990). Therefore, current § 1.378(c) is being deleted in its 
entirety to be replaced by the unintentional delay provisions 
discussed above. Additionally, § 1.378(b) is amended to provide 
that the unavoidable delay provisions are available at any time 
gi expiration of a patent for failure to pay a maintenance 
ee. 


OTHER CONSIDERATIONS 


The rule changes is in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et. seq.), Executive 
Orders 12291 and 12612 and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant economic impact on a substantial number of small entities 
(regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal 
impact of these changes is to incorporate the Act into the 
regulations and will give relief to many small entities that do 
not now have a mechanism to reinstate their expired patent. 

The Office has determined that this rule change is not a 
major rule under Executive Order 12291. The annual effect on 
the economy will be less than $100 million. There will be no 
major increase in costs or prices for consumers; individuals; 
industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

These rule changes contain a collection of information 
requirement subject to the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq., which has previously been approved 
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by the Office of Management and Budget under Control Nos. 
0651-011 and 0651-0016. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Freedom of informa- 
tion, Inventions and patents, Reporting and record keeping 
requirements. 

For the reasons set out in the preamble, and pursuant to the 
authority contained in 35 U.S.C. § 6, part 1 of title 37 of the 
Code of Federal Regulations is amended as set forth below. 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 

Authority: 35 U.S.C. 6, unless otherwise noted. 

2. Section 1.20 is amended by revising paragraph (i) to read 
as follows: 


§ 1.20 Post issuance fees. 


Kae 


(i) Surcharge for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee where 
the delay in payment is shown to the satisfaction of the Commis- 
sioner to have been 

(1) unavoidable 

(2) unintentional $1,500.00 


seee¢ 


3. Section 1.378, paragraphs (a), (b) and (c) are revised to read 
as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent. 


(a) The Commissioner may accept the payment of any main- 
tenance fee due on a patent after expiration of the patent if, 
upon petition, the delay in payment of the maintenance fee is 
shown to the satisfaction of the Commissioner to have been 
unavoidable (paragraph (b) of this section) or unintentional 
(paragraph (c) of this section) and if the surcharge required by 
§ 1.20(i) is paid as a condition of accepting payment of the 
maintenance fee. If the Commissioner accepts payment of the 
maintenance fee upon petition, the patent shall be considered 
as not having expired, but will be subject to the conditions set 
forth in 35 U.S.C. 41(c)(2). 

(b) Any petition to accept an unavoidably delayed payment 
of a maintenance fee filed under paragraph (a) of this section 
must include: 

(1) The required maintenance fee set forth in § 1.20 (e)-(g); 

(2) The surcharge set forth in § 1.20(i)(1); and 

(3) A showing that the delay was unavoidable since reason- 
able care was taken to ensure that the maintenance fee would 
be paid timely. The showing must enumerate the steps taken 
to ensure timely payment of the maintenance fee. 

(c) Any petition to accept an unintentionally delayed payment 
of a maintenance fee filed under paragraph (a) of this section 
must be filed within twenty-four months after the six-month 
grace period provided in § 1.362(e) and must included: 

(1) The required maintenance fee set forth in § 1.20(e)-(g); 

(2) The surcharge set forth in § 1.20(i)(2); and 

(3) A statement that the delay in payment of the maintenance 
fee was unintentional. 


seee¢ 


DOUGLAS B. COMER 
Acting Assistant Secretary 
and Acting Commissioner 
Patents and Trademarks 


Nov. 23, 1992 
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(72) Withdrawing the Holding of Abandonment 


When Office Actions Are Not Received 


The purpose of this notice is to announce a practice that will 
minimize costs and burdens to the practitioner and the Office 
when an application has become abandoned due to a failure 
to receive an Office action. 

A petition to withdraw the holding of abandonment in accor- 
dance with Delgar Inc. v. Schuyler, 172 USPQ 513 (D.D.C. 
1971) is burdensome to the practitioner since the practitioner 
must overcome a strong presumption that an Office action duly 
addressed and indicated as mailed was timely delivered to 
the addressee. To overcome this presumption, a practitioner is 
currently required to submit a persuasive showing that would 
permit the Office to conclude that the Office action was not 
received. Accordingly, evidence which is typically required 
includes: copies of records which would disclose the receipt 
of other correspondence mailed from the Patent and Trademark 
Office on or about the mail date of the non-received Office 
action, but fail to disclose receipt of the Office action mailed 
that date; copies of records on which the Office action would 
have been entered had it been received (e.g., a copy of the 
outside of the file jacket maintained by the practitioner); and 
verified statements from persons who would have handled the 
Office action (e.g., mail clerks, docket clerks, secretary, etc.). 

In order to minimize costs and burdens to the practitioner 
and the Office when an application has become abandoned due 
to a failure to receive an Office action, the Office is modifying 
the showing required to make a petition to withdraw the holding 
of abandonment grantable. The showing required to establish 
the failure to receive an Office actio must consist of a statement 
from the practitioner stating that the Office action was not 
received by the practitioner and attesting to the fact that a 
search of the file jacket and docket records indicates that the 
Office action was not received. A copy of the docket record 
where the non-received Office action would have been entered 
had it been received and docketed must be attached to and 
referenced in practitioner’s statement. 

The showing outlined above may not be sufficient if there 
are circumstances that point to a conclusion that the Office 
action may have been lost after receipt rather than a conclusion 
that the Office action was lost in the mail, e.g., if the practitioner 
has a history of not receiving Office actions. Two additional 
procedures are available for reviving an application that has 
become abandoned due a failure to respond to an Office Action: 
(1) a petition based on unintentional abandonment or delay; 
and (2) a petition based on unavoidable delay. See Manual of 
Patent Examining Procedure § 711.03(c). 


CHARLES E. VAN HORN 

Patent Policy and Projects Administrator 
Office of the Assistant Commissioner 

for Patents 


Oct. 25, 1993 


[1156 OG 53] 


(73) Viewing of Video Tapes During Interviews 

The Patent and Trademark Office has video tape equipment 
available in the facilities of the Patent Academy for viewing 
video tapes from applicants during interviews with patent exam- 
iners. 

The video tape equipment may use VHS and UHS (3/4 inch 
tape) cassettes. 

Attorneys or applicants wishing to show a video tape during 
an examiner interview must be able to demonstrate that the 
content of the video tape has a bearing on an outstanding issue 
in the application and its viewing will advance the prosecution 
of the application. Prior approval of viewing of a video tape 
during an interview must be granted by the SPE. Also, use of 
the room and equipment must be granted by the Training Man- 
ager to avoid any conflict with the Patent Academy. 

Requests to use video tape viewing equipment for an inter- 
view should be made at least one week in advance to allow 
the Patent Academy staff sufficient time to ensure the avail- 
ability and proper scheduling of both a room and equipment. 
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Interviews using Office video tape equipment will be held 
only in the Academy facilities located in One Crystal Park, 
Rm. 502. Attorneys or applicants should not contact the Patent 
Academy directly regarding availability and scheduling of 
video equipment. All scheduling of rooms and equipment 
should be done through and by the examiner conducting the 
interview. 


RENE D. TEGTMEYER 
Assistant Commissioner 
for Patents 


May 6, 1986 


[1067 OG 4] 


(74) Procedures for Restarting Response Periods 

The purpose of this notice is to announce revised procedures 
for restarting response periods set in patent related matters. 
Occasionally, mail from the Patent and Trademark Office 
(PTO) is received late at the correspondence address or the 
mail is delayed in leaving the PTO. 

The following revised procedures are effective immediately 
and will be followed in processing a petition to reset a period 
for response due to late receipt of a PTO action or due to a 
postmark date which is later than the mail date printed on a 
PTO action. The authority to decide such petitions is delegated 
to the Group Director, where the PTO action involved in the 
petition was mailed by a patent examining group. 


Petition to reset a period for response due to late receipt 
of a PTO action 


The PTO will grant a petition to restait the previously set period 
for response to a PTO action to run from the date of receipt 
of the PTO action at the correspondence address when the 
following criteria are met: (1) the petition is filed within two 
weeks of the date of receipt of the PTO action at the correspon- 
dence address; (2) a substantial portion of the set response 
period had elapsed on the date of receipt (e.g., at least one 
month of a two or three month response period had elapsed); 
and (3) the petition includes (a) evidence showing the date of 
receipt of the PTO action at the correspondence address (e.g., 
a copy of the PTO action having the date of receipt of the PTO 
action at the correspondence address stamped thereon, a copy 
of the envelope (which contained the PTO action) having the 
date of receipt of the PTO action at the correspondence address 
stamped thereon, etc.), and (b) a statement (verified if made 
by other than a registered practitioner) setting forth the date 
of receipt of the PTO action at the correspondence address and 
explaining how the evidence being presented establishes the 
date of receipt of the PTO action at the correspondence address. 

There is no statutory requirement that a shortened statutory 
period of longer than thirty days to respond to a PTO action 
be reset due to delay in the mail or in the PTO. However, when 
a substantial portion of the set response period had elapsed on 
the date of receipt at the correspondence address (e.g., at least 
one month of a two or three month response period had elapsed), 
the procedures set forth above for late receipt of a PTO action 
are available. Where a PTO action was received with less than 
two months remaining in a shortened statutory period of three 
months, the period may be restarted from the date of receipt. 
Where the period remaining is between two and three months, 
the period will be reset only in extraordinary situations—e.g., 
complex PTO action suggesting submission of comparative 
data. 


Petitions to reset a period for response due to a postmark 
date later than the mail date printed on a PTO action 


The PTO will grant a petiton to restart the previously set period 
postmark 


for response to a PTO action to run from the date 
shown on the PTO mailing envelope which contained the PTO 
action when the following criteria are met: (1) the petition is 
filed within two weeks of the date of receipt of the PTO action 
at the correspondence address; (2) the response period was for 
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payment of the issue fee'; or the response period set was one 
month or thirty days’; and (3) the petition includes (a) evidence 
showing the date of receipt of the PTO action at the correspon- 
dence address (e.g., a copy of the PTO action having the date 
of receipt of the PTO action at the correspondence address 
stamped thereon, etc.), (b) a copy of the envelope which con- 
tained the PTO action showing the postmark date, and (c) a 
statement (verified if made by other than a registered prac- 
titioner) setting forth the date of receipt of the PTO action at 
the correspondence address and stating that the PTO action 
was received in the post-marked envelope. 

The provision of 37 CFR 1.8 and 1.10 apply to the filing 
of the above-noted petitions with regard to the requirement 
that the petition be filed within two weeks of the date of receipt 
of the PTO action. 

The showings outlined above may not be sufficient if there 
are circumstances that point to a conclusion that the PTO action 
may have been delayed after receipt rather than a conclusion 
that the PTO action was delayed in the mail or in the PTO. 


CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 
Office of the Assistant Commissioner for Patents 


February 3, 1994 


[1160 OG 14] 


Patent and Trademark Office 
37 CFR Parts 1 and 10 
[Docket No. 910764-1306] 
RIN: 0651-AA27 


Duty of Disclosure 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of final rulemaking. 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent cases to (1) clarify the 
duty of disclosure for information required to be submitted 
to the Office; (2) provide flexible time limits for submitting 
information disclosure statements including the requirement 
for a fee in certain cases; (3) eliminate consideration of duty 
of disclosure issues by the Office except in disciplinary and 
interference proceedings, and under other limited circum- 
stances; and (4) eliminate the striking of patent applications 
which are improperly executed. The Office further is amending 
the Patent and Trademark Office Code of Professional Respon- 
sibility to define as misconduct a failure to comply with the 
rules on duty of disclosure. The rules as adopted strike a balance 
between the need of the Office to obtain and consider all known 
relevant information pertaining to patentability before a patent 
is granted and the desire to avoid or minimize unnecessary 
complications in the enforcement of patents. 

Effective Date: March 16, 1992. These rules will be applicable 
to all applications and reexamination proceedings pending or 
filed after the effective date. 

For Further Information Contact: By telephone Charles E. Van 
Horn (703-305-9054) or J. Michael Thesz (703-305-9384) or 
by mail addressed to Commissioner of Patents and Trademarks, 
Washington, D.C. 20231, and marked to the attention of Charles 
E. Van Horn (Crystal Park 2 - Room 919). 

Supplementary Information: A notice of proposed rulemaking 
on duty of disclosure and practitioner misconduct published in 
the Federal Register at 54 FR 11334 (March 17, 1989), and in 
the Patent and Trademark Office Official Gazette at 1101 Off. 
Gaz. Pat. Off. 12 (April 4, 1989), was withdrawn. On August 
6, 1991, the Office published in the Federal Register a notice 
of p rulemaking relating to duty of disclosure. 56 FR 
37321 The notice was also published in the Official Gazette. 
1129 Off. Gaz. Pat. Off. 52 (August 27, 1991). Sixty written 
comments were received in response to the notice of proposed 


'35 USC 151 permits payment of the issue fee within three months of the date 
that the Notice of Allowance is mailed to the applicant. 

235 USC 133 does not permit a response period to be less than thirty days from 
the date the PTO action is given or mailed to the applicant. 
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rulemaking. A public hearing was held on October 8, 1991. 
Eleven individuals offered oral comments at the hearing. The 
sixty written comments and a copy of the transcript of the 
hearing are available for public inspection in the Office of the 
Assistant Commissioner for Patents, Room 919, Crystal Park 
II, 2121 Crystal Drive, Arlington, VA. 

Familiarity with the notice of rulemaking is 
assumed. Changes in the text of the rules published for comment 
in the notice of proposed rulemaking are discussed. Comments 
received in writing and at the public hearing in response to the 
notice of proposed rulemaking are discussed. 

The rules as adopted shall take effect as to all applications 
and reexamination ings either pending or filed on or 
after the effective date of these rules. Thus, any information 
disclosure statement that is filed on or after that date must 
comply with the provisions of §§ 1.97 and 1.98 to be entitled 
to consideration. 


Changes in Text: The final rules contain several changes to 
the text of the rules as proposed for comment. Those changes 
are discussed below. 

Section 1.17(i)(1) has been changed from the proposed text 
to reflect the recent increase in the amount of the fee for filing 
a petition from $120.00 to $130.00. 

Section 1.56(a) has been clarified to indicate that the duty 
of an individual to disclose information is based on the knowl- 
edge of that individual that the information is material to patent- 
ability. A sentence has been added to § 1.56(a) to express the 
principle that the Office does not condone the granting of a 
patent on an application in connection with which fraud on the 
Office was practiced or attempted or the duty of disclosure 
was violated through bad faith or intentional misconduct. In 
addition, § 1.56(a) as proposed has been changed to indicate 
that if all information material to patentability of any claim 
issued in a patent is cited by the Office or submitted to the 
Office in the manner prescribed by §§ 1.97(b)-(d) and 1.98, 
the Office will consider as satisfied the duty to disclose to the 
Office all information known to be material to patentability, 
as contrasted to the broader duty of candor and good faith. 
This rule does not attempt to define the spectrum of conduct 
that would lack the candor and good faith in dealing with the 
Office which is expected of individuals who are associated 
with the filing or prosecution of a patent application. 

In § 1.56(b), the phrase “or being made of record” has been 
inserted to make it clear that information is not material to 
patentability within the meaning of § 1.56 if it is cumulative 
to either information already of record in the application or 
contemporaneously being made of record by applicant. For 
example, there would be no benefit to the Office for applicant 
to submit to the Office 10 different documents having the same 
teaching simply because the information was not cumulative 
to the information already of record. 

The term “creates” has been replaced by the term “estab- 
lishes” in § 1.56(b)(1). In addition, the definition of a prima 
facie case of unpatentability, as set out in the preamble of the 
notice of proposed rulemaking, has been incorporated into the 
tule itself. A prima facie case of unpatentability of a claim is 
established when the information compels a conclusion that 
the claim is unpatentable 
(1) under the preponderance of evidence, burden-of-proof stan- 


dard, 
(2) giving each term in the claim its broadest reasonable con- 
struction consistent with the specification, and 
(3) before any consideration is given to evidence which may 
be submitted in an attempt to establish a contrary conclusion 
of patentability. 
This prima facie standard conforms to the standard used by an 
examiner to determine whether a claim is prima facie unpatent- 
able. 
Section 1.56(b)(2) has been modified from the text of the 
proposed rule. The focus of this has been changed 
so that it now relates to information which either refutes, or 
is inconsistent with, a position that applicant takes in either 
(1) opposing an argument of unpatentability relied on by the 
ice, Or 
(2) asserting an argument of patentability. 
The change from the proposed rule makes clear that information 
is material when it either refutes, or is inconsistent with, a 
position taken by applicant before the Office. 
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Section 1.97(e) has been changed from the proposed text to 
make it clear that a certification could contain either of two 
statements. One statement is that each item of information in 
an information disclosure statement was cited in a search report 
from a patent office outside the U.S. not more than three months 
prior to the filing date of the statement. Under this certification, 
it would not matter whether any individual with a duty actually 
knew about any of the information cited before receiving the 
search report. In the alternative, the certification could state that 
no item of information contained in the information disclosure 
statement was cited in a communication from a foreign patent 
office in a counterpart foreign application or, to the knowledge 
of the person signing the certification after making reasonable 
inquiry, was known to any individual having a duty to disclose 
more than three months prior to the filing of the statement. 

The changes to the text of § 1.97(e) as proposed place the 
appropriate priority on getting relevant information to the Office 
promptly, with minimum burden to applicant. The text of the 
proposal has also been changed by adding the phrase “after 
making reasonable inquiry” to make it clear that the individual 
making the certification has a duty to make reasonable inquiry 
regarding the facts that are being certified. For example, if an 
inventor gave a publication to the practitioner prosecuting an 
application with the intent that it be cited to the Office, the 
practitioner should inquire as to when that inventor became 
aware of the publication before submitting a certification under 
§ 1.97(e)(ii) to the Office. 

A new paragraph (h) has been added to the text of proposed 
§ 1.97. The purpose of new paragraph (h) is to ensure that no 
one could construe the mere filing of an information disclosure 
statement as an admission that the information cited in the 
statement is, or is considered to be, material to patentability 
as defined in § 1.56(b). It is in the best interest of the Office 
and the public to permit and encourage individuals to cite 
information to the Office without fear of making an admission 
against interest. 

In § 1.98(a)(2)(iii), the wording has been changed to make 
it clear that the requirement to submit a copy of each item of 
information listed in an information disclosure statement does 
not apply to the citation of a U.S. patent application. 

The requirement in proposed § 1.98(a)(3) for a concise expla- 
nation of the relevance of each item of information has been 
substantially changed by limiting the requirement in two signifi- 
cant ways. First, as adopted, the requirement is limited to 
information that is not in the English language. Second, the 
explanation required is limited to the relevance as understood 
by the individual designated in § 1.56(c) most knowledgeable 
about the content of the information at the time the information 
is submitted to the Office. Where the information listed is not 
in the English language, but was cited in a search report by a 
foreign patent office, the requirement for a concise explanation 
of relevance is satisfied by submitting an English language 
version of the search report. 

In § 1.98(d), the proposed text has been changed by adding 
the phrase “cited by or” to make it clear that legible copies of 
information listed in an information disclosure statement need 
not be submitted in a continuing application provided the infor- 
mation was either cited by or submitted to the Office in a prior 
application. A distinction between information cited by the 
Office or supplied by applicant to the Office serves no useful 
purpose in this situation. 

The text of proposed § 1.555 has been modified to limit the 
definition of information material to patentability in a reexami- 
nation proceeding to the types of information that an examiner 
could use in a reexamination proceeding to determine whether 
a claim was patentable, and to adopt other changes that parallel 
changes made in § 1.56. Proposed § 1.555(a) has been divided 
into two paragraphs. Paragraph (a), as adopted, substantially 
parallels the text of § 1.56(a) as adopted. It indicates that the 
duty to disclose information to the Office in a reexamination 
proceeding is a part of the duty of candor and good faith that 
is owed to the Office by individuals transacting business with 
the Office. It further states one way that an individual may 
discharge the duty to disclose information material to patent- 
ability in a reexamination proceeding - i.e., by filing an informa- 
tion disclosure statement with the items listed in § 1.98(a) as 
applied to individuals associated with the patent owner in a 
reexamination proceeding. Finally, the text of the rule has been 
changed to add a sentence that expresses the principle that a 
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patent should not be granted on an application in connection 
with which fraud was practiced or attempted on the Office or 
there was any violation of the duty of disclosure through bad 
faith or intentional misconduct. 

New paragraph (b) of § 1.555 has been adopted to define 
information material to patentability in a reexamination pro- 
ceeding. Much like the definition in § 1.56(b), information is 
not material when it is cumulative to information of record or 
being made of record in the reexamination proceeding. Informa- 
tion is considered material when it satisfies either or both of 
the definitions in § 1.555(b). Under § 1.555(b)(1), information 
is material when it is a patent or printed publication that estab- 
lishes, by itself or in combination with other patents or printed 
publications, a prima facie case of unpatentability of a claim. 
This definition is limited to patents or printed publications 
because a reexamination proceeding must be based on patents 
or printed publications. 35 U.S.C. 302. 

The definition of a prima facie case of unpatentability of a 
claim pending in a reexamination proceeding has been provided 
in the rule. A prima facie case of unpatentability is established 
when the information compels a conclusion that a claim is 
unpatentable under the same principles that are applicable 
during ex parte examination of a patent application; namely 
(1) under the preponderance of evidence, burden-of-proof stan- 

dard, 


(2) giving each term in the claim its broadest reasonable con- 
struction consistent with the specification, and 

(3) before any consideration is given to evidence which may 
be submitted in an attempt to establish a contrary conclusion 
of patentability. 

Finally, the definition of information material to patentability 

in § 1.555(b)(2) has been added to parallel the provision in § 

1.56(b)(2). 

After reviewing the Office policy on whether to consider 
duty of disclosure and other inequitable conduct issues in inter- 
ference proceedings under 35 U.S.C. 135(a), including com- 
ments from the public directed to the statement in the notice 
of proposed rulemaking that the Office will not consider, eval- 
uate, or decide fraud or other inequitable conduct issues during 
an interference ing, a new Office policy has been 
adopted. Effective October 24, 1991, fraud and inequitable 
conduct issues will be considered when properly raised inter 

in patent interference cases. 1132 Off. Gaz. Pat. Off. 33 
(November 19, 1991). In addition, the Chairman of the Board 
of Patent Appeals and Interferences has issued a notice that 
provides guidance on how an issue of fraud or other inequitable 
conduct can be raised in an interference proceeding. 1133 Off. 
Gaz. Pat. Off. 21 (December 10, 1991). 

Response to and Analysis of Comments: Sixty (60 written com- 
ments were received in response to the notice of proposed 
rulemaking. These comments, along with those made at the 
public hearing, have been analyzed. Some suggestions made 
in the comments have been adopted and others have been 
rejected. Responses to the comments follow. 

Comment 1. Nine comments indicated that the Office should 
not amend § 1.56 since it is presently in conformance to the 
materiality standard being applied by the Court of Appeals for 
the Federal Circuit. One comment questioned what practical 
value of the proposed rule would justify the burden of the 
change. 

Reply: The amendment to § 1.56 was proposed to address 
criticism concerning a perceived lack of certainty in the materi- 
ality standard. The rule as promulgated will provide greater 
clarity and hopefully minimize the burden of litigation on the 
question of inequitable conduct before the Office, while pro- 
viding the Office with the information necessary for effective 
and efficient examination of patent applications. 

Comment 2. One comment stated that the present rules should 
be maintained and strengthened since the public interest is hurt 
more by an unjustly issued patent than by an unjustly denied 
patent. Another comment disagreed and argued that an unjustly 
denied patent can do great harm to society. 

Reply: The Office strives to issue valid patents. The Office has 
both an obligation not to unjustly issue patents and an obligation 
not to unjustly deny patents. Innovation and technological 
advancement are best served when an inventor is issued a patent 
with the scope of protection that is deserved. The rules as 
adopted serve to remind individuals associated with the prepara- 
tion and prosecution of patent applications of their duty of 
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candor and good faith in their dealings with the Office, and will 
aid the Office in receiving, in a timely manner, the information it 
needs to carry out effective and efficient examination of patent 
applications. 

Comment 3. Two comments stated that the rule should not 
permit applicants to draft claims and a specification to avoid 
a prima facie case of obviousness over a reference and then 
to be able to withhold the reference from the examiner. 
Reply: The comments reflect a correct reading of the rule in 
that information is not material unless it comes within the 
definition of § 1.56(b)(1) or (2). If information is not material, 
there is no duty to disclose the information to the Office. The 
Office believes that most applicants will wish to submit the 
information, however, even though they may not be required 
to do so, to strengthen the patent and avoid the risks of an 
incorrect judgment on their part on materiality or that it may 
be held that there was an intent to deceive the Office. 
Comment 4. One comment stated that promulgation of the 
proposed rule would result in a significant decrease in the 
quantity of art cited to the Office because there will be no duty 
to cite art relevant to a pending claim. 

Reply: The Office does not anticipate any significant change 
in the quantity of information cited to the Office after promulga- 
tion of amended § 1.56. Presumably, applicants will continue 
to submit information for consideration by the Office in applica- 
tions rather than making and relying on their own determina- 
tions of materiality. An incentive remains to submit the 
information to the Office because it will result in a strengthened 
patent and will avoid later questions of materiality and intent 
to deceive. In addition, the new rules will actually facilitate 
the filing of information since the burden of submitting informa- 
tion to the Office has been reduced by eliminating, in most 
cases, the requirement for a concise statement of the relevance 
of each item of information listed in an information disclosure 
statement. 

Comment 5. Several comments stated that an objective “but 
for” standard would be preferable to the proposed rule. The 
objective “but for” standard would presumably consider infor- 
mation as a court does in an infringement proceeding with a 
clear and convincing, burden-of-proof standard, giving the 
terms in each claim a narrow construction where necessary to 
uphold validity. 

Reply: The Office believes that amended § 1.56 will provide 
a reasonable balance between the needs of applicants and of 
the Office. The suggested “but for” standard would not cause 
the Office to obtain the information it needs to evaluate patent- 
ability so that its decisions may be presumed correct by the 
courts. If the Office does not have needed information, mean- 
ingful examination of patent applications will take place for 
the first time in an infringement case before a district court. 
Courts will become increasingly less confident of the Office’s 
product if they get the impression that practitioners and inven- 
tors can routinely withhold information from the Office, or that 
practitioners and inventors can make up their own minds about 
what is patentable. The Office should decide, in the first 
instance, what is patentable and any decision should be made 
with the best information available, including that known by 
the applicant. The Office notes that the House of Delegates of 
the American Bar Association twice, once in 1990 and again 
in 1991, refused to adopt a resolution favoring adoption of the 
“but for” standard. 

Comment 6. One comment argued that proposed § 1.56 does 
not relate to “the conduct of proceedings in the Patent and 
Trademark Office” (35 U.S.C. 6(a)) since the Office does not 
intend to reject applications as indicated by the cancellation of 
paragraphs (c) through (i) of current § 1.56. 

Reply: The amendment to § 1.56 comes within the authority 
of the Commissioner for establishing regulations. Norton v. 
Curtiss, 433 F.2d 779, 167 USPQ 532 (CCPA 1970). The 
Office has reserved its inherent authority to reject an application 
under iate circumstances where fraud or other inequi- 
table conduct has occurred. Also, the Office will consider fraud 
and inequitable conduct when properly raised in interference 
proceedings under 35 U.S.C. 135(a). The Office will also con- 
sider fraud and inequitable conduct in connection with attorney 
conduct under § 10.23(c). 

Comment 7. One comment stated that § 1.56 should require 
only anticipatory art to be submitted during examination of an 
application, with a procedure such as reexamination being used 
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after discovery in any litigation on the patent has revealed all 
available art. 
Reply: An application is examined under all appropriate sections 
of Title 35, United States Code, and a presumption of validity 
attaches to a patent with regard to all aspects of patentability, 
including anticipation. 35 U.S.C. 282. Therefore, § 1.56 should 
address more than just the submission of anticipatory informa- 
tion, including information ~ am to patentability under 35 
U.S.C. 103 a 35 U.S.C. 1 
Comment 8. One comment ied that proposed § 1.56 has 
some dangerous implications since courts are going to find 
violations of the duty of disclosure if §§ 1.97 and 1.98 are not 
lied with completely. 
Reply: Section 1.56 provides that the duty of disclosure can 
be met by submitting information to the Office in the manner 
prescribed by §§ 1.97 and 1.98. Sections 1.97 and 1.98 are 
being amended so that information will be submitted to the 
Office in the manner and at the time which will facilitate 
consideration by the examiner. Applicants are provided cer- 
tainty as to when information will be considered, and applicants 
will be informed when information is not considered. The 
Office does not believe that courts should, or will, find viola- 
tions of the duty of disclosure because of unintentional non- 
compliance with §§ 1.97 and 1.98. If the non-compliance is 
intentional, however, the applicant will have assumed the risk 
that the failure to submit the information in a manner that will 
result in its being considered by the examiner may be held to 
be a violation. 
Comment 9. Two comments stated that the Office should not 
delete the offense of attempted fraud from the § 1.56. The 
comments stated that elimination of the reference to “gross 
negligence” in current § 1.56 would be sufficient to protect 
the practitioner who delays submission of information with no 
intent to deceive the Office. One of the comments stated that 
the disciplinary rules alone are not sufficient to deter attempted 
fraud or inequitable conduct. 
Reply: The language of §§ 1.56(a) and 1.555(a) has been modi- 
fied to retain the provisions of prior § 1.56(d) to indicate that 
the Office does not condone fraud, fraud, or violation 


of the duty of disclosure through bad faith or intentional miscon- 


duct. 
Comment 10. One comment stated that the appropriate stan- 
dards for the duty of candor are analogous to fiduciary law 
which requires the fiduciary to disclose not only known facts, 
but also facts which it should have known, i.e., a negligence 
standard. The comment argued that it was undesirable to mea- 
sure duty of candor or fraud by a reduced measure of “intent” 
instead of an objective negligence standard since the Office is 
not bound by the U.S. Court of A s for the Federal Circuit 
decision in Kingsdown Medical Consultants, Ltd. v. Hollister, 
Inc., 863 F.2d 867, 9 USPQ2d 1384 (Fed. Cir. 1988) (en banc), 
cert. denied, 490 U.S. 1067 (1989), and since the proposed 
standard is no more objective than alternative standards but is 
o~— narrower and more certain. Another comment suggested 
the Office should indicate that there is no intention to 
etn wach Kingsdown ruling. 
Reply: Section 1.56 has = amended to present a clearer 
and more objective definition of what information the Office 
considers material to patentability. The rules do not define 
fraud or inequitable conduct which have elements both of mate- 
riality and of intent. The Office does not advocate any change 
to the Kingsdown ruling. 
Comment 11. Two comments stated that the modifica- 
tion of § 1.56 would make submission of information to the 
Office an implied admission of the prima facie unpatentability 
of a claim. Several comments suggested that a sentence should 
be added to proposed § 1.56 to specify that submission of 
information to the Office under this section shall not be deemed 
to be an admission or representation that the information is 
material to patentability. 
Reply: The suggestions in the comments have been adopted by 
pep ed 1.97 which deals with submission of information to 
ice. Paragraph (h) of § 1.97 now provides that the filing 
of an information disclosure statement shall not be considered 
to be an admission that the information cited in the statement 
is, or is to be considered to be, material to patentability as 
defined in § 1.56. 
Comment 12. One comment stated that the § 1.56 
definition would be difficult to apply in litigation in which a 
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different burden-of-proof standard is applied. 
Reply: The definition of information material to patentability 
includes standards which are familiar to the Federal courts and 
which are capable of being handled like other issues. 
Comment 13. One comment suggested that the last sentence 
of proposed § 1.56( a), in which the Office encourages appli- 
cants to carefully examine prior art cited in foreign search 
reports and the closest known information, be removed from 
the rule and be placed in the preamble discussion so as to avoid 
the interpretation that the sentence creates a duty for applicants. 
Reply: The suggestion is not adopted. The sentence does not 
create any new duty for applicants, but is placed in the text of 
the rule as helpful guidance to individuals who file and prose- 
cute patent applications. 
Comment 14. Three comments stated that the language of pro- 
posed § 1.56(a) required revision to remove all statements or 
suggestions which might allow a court to consider a pending 
(i.e., unissued) claim for the purpose of determining whether 
the duty of disclosure requirement was met in view of the fact 
that the proposed rule was intended to indicate that there is no 
duty to disclose information which is material to a pending 
claim unless that claim ultimately issues in a patent. One com- 
pr eng aa mp “the duty of candor and 
good faith” to be broader than the particular duty of disclosure 
specified in other portions of the proposed rule. 
Reply: The ap my of §§ 1.56 and 1.555 has been modified 
to emphasize that there is a duty of candor and good faith 
which is broader than the duty to disclose material information. 
Section 1.56 further states that “no patent will be granted on 
an application in connection with which fraud on the Office 
was practiced or attempted or the duty of disclosure was violated 
through bad faith or intentional misconduct.” 
Comment 15. One comment suggested that proposed § 1.56(a) 
be modified to clarify that both information and its materiality 
must be known before there is a duty to disclose the information. 
Reply: The Office considers the language of § 1.56(a) to be 
sufficiently clear in referring to a “duty to disclose to the 
Office all information known to that individual to be material 
to patentability as defined in this section.” If information is 
known to be material, it inherently must be known. Likewise, 
if information is not known to an individual, there is no duty 
to disclose the inforznation whether it is material or not. 
Comment 16. One comment stated that it should be made clear 
that “known” is limited to contemporaneous knowledge since 
a practitioner may have known something ten years ago but 
may not remember it presently. 
Reply: Section 1.56 states that each individual associated with 
the filing and prosecution of a patent application has a duty to 
disclose ail information known to that individual to be material 
to patentability as defined in the section. Thus, the duty applies 
to conte: ly or presently known information. The 
ee ee eee 
it was recognized that the information is material to the present 
application. 
Comment 17. One comment suggested that proposed § 1.56(a) 
be modified to state that the duty of disclosure ends when an 
application becomes abandoned or allowed. 
Reply: Paragraph (a) of § 1.56 states that the duty to disclose 
information exists until the application becomes abandoned. 
The duty to disclose information, however, does not end when 
an application becomes allowed but extends until a patent is 
granted on that application. The rules provide for information 
being considered after a notice of allowance is mailed and 
before the issue fee is paid (§ 1.97(d)) and for an application 
to be withdrawn from issue after the issue fee has been paid. 
An application may be withdrawn from issue because one or 
more claims are unpatentable G1 1.313(b)(3)) or an application 
may be withdrawn from issue and abandoned so that informa- 
tion may be considered in a continuing application before a 
patent —— (§ 1.313(6)(5)). 
Comment 18. Three comments stated that the first two sentences 
of proposed § 1.56(a) should be deleted since rules should 
simply instruct practitioners what to do without discussion of 
why they should do it or the philosophy involved. 
— The suggestion has not been since the sentences 
in the understanding of the rule and will provide those 
involved i in enforcing patents with an indication of the policy 
on which the rule is based. 
Comment 19. One comment stated that §§ 1.56(a)(2) and (c) 
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should be modified to refer to “individuals substantively associ- 
ated with” the filing or prosecution of the patent application. 
Reply: The suggestion is not adopted since the proposed rule 
language is clear and the suggested modification would create 
a redundancy with the language of § 1.56(c)(3). The individuals 
designated in §§ 1.56(c)(1) and (2) as being associated with 
the filing or prosecution of a patent application within the 
meaning of the section are inherently substantively involved 
in the preparation or prosecution of the application. 
Comment 20. One comment stated that proposed § 1.56(b) 
should be modified to clarify that information is not material 
if it is cumulative to information already of record in an applica- 
tion or to information concurrently being made of record. 
Reply: The suggestion has been adopted by adding a reference 
to information being made of record with regard to cumulative 
information in §§ 1.56(b) and 1.555(b). 

Comment 21. One comment stated that the preamble discussion 
(of § 1.56(b)) should indicate that test results in situations such 
as tests involving biological systems may properly be submitted 
as averages rather than as individual test runs. 

Reply: Whether test results can be submitted as averages rather 
than as individual test runs depends on whether doing so would 
provide to the Office the information needed to make a proper 
determination on patentability. If the actual results are provided, 
the examiner can make an independent determination on 
whether some rejection is appropriate. In some cases providing 
averages might be misleading, but in other cases providing 
averages might be appropriate. 

Comment 22. One comment stated that the definition of materi- 
ality in proposed § 1.56(b) imposes substantial new burdens 
on applicants who would be required to disclose failed experi- 
ments, papers published less than one year prior to filing and 
experimental public uses even if they clearly are refutable 
and will not affect patentability. One comment stated that the 
proposed rule would require applicants to incur added expense 
for affidavits and comparison tests. Five comments stated that 
the Office should not require applicants to present results from 
clearly invalid tests since this would be contrary to usual scien- 
tific practice. One comment argued that information should not 
be required to be submitted if there was no doubt that it would 
not preclude patentability, e.g., where common ownership 
existed so that the exception of 35 U.S.C. 103, second para- 
graph, would apply. 

Reply: The definition of materiality in § 1.56 does not impose 
substantial new burdens on applicants, but is intended to provide 
the Office with the information it needs to make a proper and 
independent determination on patentability. It is the patent 
examiner who should make the determination after considering 
all the facts involved in the particular case. The comments 
reflect that the Office objective of clarifying what information 
the Office considers to be material has been accomplished by 
the amendment of the rules. 

Comment 23. One comment suggested that § 1.56 should con- 
fine the duty of disclosure to references known to applicant or 
the practitioner representing applicant and not found in prior 
art materials in the Office. 

Reply: This suggestion is not adopted since information may 
be in the Office but not in the application file. It is not reasonable 
to assume that an examiner knows of a particular item of 
information or appreciates its relevance to a particular invention 
simply because it exists somewhere in the Office. 

Comment 24. One comment stated that the language “or in 
combination with other information” should be removed from 
proposed § 1.56(b)(1) because it was unworkable to require 
an applicant to combine references against its own claims, 


especially since, according to the commentator, examiners and 


the Board of Patent pens and Interferences frequently mis- 
apply the law. Another comment stated that the language creates 
an open field for litigators to claim that an inordinate number 
of references could be combined. 

Reply: The rule does not require an applicant to combine refer- 
ences against its own claims. The applicant can submit informa- 
tion to the Office for the examiner’s consideration whether the 
information is considered material or not. The fact that the 
teachings of a large number of references must be combined 
for a prima facie case of obviousness does not by itself weigh 
against a holding of obviousness. See In re Gorman. 933 F.2d 
982, 18 USPQ2d 1885 (Fed. Cir. 1991). 

Comment 25. Four comments stated that the definition of “prima 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


facie case of unpatentability” § 1.56(b)(1)) should be included 
in the rule itself. One comment said that the definition should 
not be included in the rule. 

Reply: The definition has been included in the rule for clarity. 
Comment 26. One comment stated that the proposed § 
1.56(b)(1) placed a burden on the practitioner to analyze refer- 
ences that is inappropriate and contradictory to a practitioner’s 
responsibility to his client. 

Reply: The rule itself does not place a burden on the practitioner 
to analyze references. Information can be submitted to the 
Office in accordance with §§ 1.97 and 1.98, and the examiner 
will consider the references. 

Comment 27. One comment questioned whether an applicant 
would be charged with withholding material information if 
the “other information” (§ 1.56(b)(1)) necessary to cause an 
undisclosed reference to become material is unknown to the 
applicant. Another comment suggested that the language should 
be changed to read “other known information” to show that 
the information must be known to applicant to give rise to a 
duty of disclosure. 

Reply: Paragraph (b) of § 1.56 defines information material to 
patentability. While information may be material under the 
definition, there is no duty on an individual to disclose the 
information if the information is unknown to the individual (§ 
1.56(a)). 

Comment 28. One comment suggested that defining materiality 
in § 1.56(b) in terms of prima facie unpatentability would 
permit a conspiracy of silence in which (1) the applicant knows 
of information but is incapable of making the legal analysis to 
determine whether the information is material and (2) the patent 
practitioner, who is equipped to determine whether information 
is material, does not know of the information and does not ask. 
Thus, it is argued there would be no violation of the duty of 
disclosure which requires knowledge of both information and 
its materiality. 

Reply: The Office has set forth what information should be 
submitted so that the Office can make a proper determination 
on patentability. The term “conspiracy” has the connotation of 
unlawfulness which would not be consistent with the duty of 
candor and good faith required in dealings with the Office. 
Comment 29. One comment suggested that proposed § 
1.56(b)(1) should be revised to read “in combination with other 
information already of record in the application” to avoid the 
possibility that undisclosed material could be considered mate- 
rial in subsequent litigation when combined with information 
not known at the time of the prosecution to any person substan- 
tively involved in the preparation or prosecution of the applica- 
tion. 

Reply: Paragraph (a) of § 1.56 makes it clear that the Office 
recognizes that the duty to disclose material information is 
limited to such information which is known by an individual 
substantively involved in the preparation or prosecution of the 
application. Thus, while information may be material under 
the definition of § 1.56(b)(1), there can be no duty to disclose the 
information if it is material only in combination with unknown 
information. 

Comment 30. One comment stated that proposed § 1.56(b) 
should be modified so that paragraph (b)(1) refers to informa- 
tion that renders a claim unpatentable (“but for”), paragraph 
(b)(2) remains as proposed, and a paragraph (b)(3) is added to 
include the definition of materiality as “the closest information 
over which any pending claim patentably defines.” This com- 
ment suggested that this modified definition would have the 
advantage of not requiring the applicant to submit references 
which applicant Knows are immaterial and to then engage in 
“straw man” arguments based on such references. 

Reply: The suggested modification to § 1.56 has not been 
adopted. The suggested language would seemingly require 
information to be filed in each application, whether the informa- 
tion is relevant or not, since the “closest information” would 
be required. Section 1.56 does not require information which 
is not relevant to be submitted, but only information which 
meets the definition of material as set out in the rule. 
Comment 31. One comment stated that if proposed § 1.56(b)(1) 
is promulgated, there would be no need for § 
1.56(b)(2) with regard to information which would make a 
prima facie case of unpatentability and other information 
required by paragraph (b)(2) might be obscure. Another com- 
ment argued that paragraph (b)(2) was unnecessary, confusing 
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and ambiguous and suggested changes in the language to make 
the requirement clear and less ambiguous. 

Reply: The suggestion as to the language change to § 1.56(b)(2) 
has been adopted. The final rule language avoids the perceived 
problem of requiring an applicant to submit information sup- 
porting a position taken by the examiner. It is not appropriate, 
however, to eliminate paragraph (b)(2) because it is an essential 
part of the definition of information material to patentability 
and will help to ensure that all material facts are brought to 
the attention of the examiner during the examination process. 
Comment 32. One comment questioned the language of pro- 
posed § 1.56(b)(2) as to how an applicant could consider a 
prior art reference as supporting a position of unpatentability 
taken by the Office while at the same time disputing that 
interpretation. 

Reply: The language of § 1.56(b)(2) has been modified to clarify 
that information is material to patentability if it refutes, or is 
inconsistent with, a position the applicant takes in (1) opposing 
an argument of unpatentability relied on by the Office, or (2) 
asserting an argument of patentability. 

Comment 33. One comment stated that § 1.56(b)(2) was flawed 
in requiring a duty to conduct a file search to make sure that 
no information exists which even arguably contradicts a posi- 
tion taken or to be taken in response to the examiner, or which 
supports the examiner’s position which may be improper. 
Reply: Section 1.56(b)(2) does not require a search of files. 
Under § 1.56(a), the duty of disclosure is confined to that 
information which is known to an individual to be material as 
defined in paragraph (b). 

Comment 34. One comment stated that proposed § 1.56(c) 
should be modified so that the duty of any individual designated 
as having a duty of disclosure would terminate when such 
individual ceases to be substantively involved in the preparation 
or prosecution of the application. The comment used, as an 
example, an inventor who would not be aware of art cited by 
the examiner which would cause information known to the 
inventor to fall within the definition of materiality for the first 
time. 

Reply: The suggestion in the comment is not adopted. The duty 
to disclose information material to patentability rests on the 
individuals designated in § 1.56(c) until the application issues 
as a patent or becomes abandoned. Paragreph (a) of § 1.56 
makes it clear, however, that each individual has a duty to 
disclose only information which is known to that individual to 
be material. 

Comment 35. One comment stated that proposed § 1.56(c)(3) 
should not include the assignee, or anyone to whom there is 
an obligation to assign the application, in the class of those 
who have a duty to disclose material information since there 
might be a “witch hunt” during litigation to find one employee 
with knowledge of, or possession of, information that should 
have been disclosed. 

Reply: No modification to § 1.56(c)(3) is needed since § 1.56 
sets forth that only individuals who are associated with the 
filing and prosecution of a patent application have a duty of 
candor and good faith, including a duty to disclose to the Office 
all information known to be material to patentability. 
Comment 36. One comment stated that proposed § 1.56(d) 
should be revised to expressly allow an inventor to satisfy the 
duty by disclosing information to the practitioner who prepares 
or prosecutes the application so that redundant information 
disclosure statements will not be required from both the inventor 
and the attorney or agent. 

Reply: The suggestion in the comment is not adopted since the 
duty as described in § 1 .56 will be met as long as the information 
in question was cited by the Office or submitted to the Office 
in the manner prescribed by §§ 1.97(b)-(d) and 1.98 before 
issuance of the patent. Statements from both an inventor and 
the practitioner are not required to be submitted. 
Comment 37. One comment stated that proposed §§ 1.52(c) 
and 1.67(c) should be modified to either (1) expressly permit 
alterations to be made in an application subsequent to the 
signing of the oath or declaration if a supplemental oath or 
declaration is later submitted, or (2) more properly, prohibit 
such alterations since if alterations are desirable, they can be 
made and the application can be filed with an unsigned oath 
or declaration. Another comment stated that willfully filling 
out false oaths should never be condoned. 

Reply: The Office does not condone willfully filling out false 
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oaths. Further, § 10.23(c))(11) indicates that the Office con- 
siders it misconduct for a practitioner to knowingly file or 
cause to be filed an application containing a material alteration 
made after the signing of an accompanying oath or declaration 
without identifying the alteration. The Office will not consider 
striking an application in which an alteration was made, but a 
supplemental oath or declaration is required to be filed in an 
application containing alterations made after the signing of the 
oath or declaration. 

Comment 38. One comment stated that the implementation of 
proposed §§ 1.63(b)(3) and 1.175(a)(7) allows for a two-month 
delay in the deadline for requiring declarations complying 
therewith. 

Reply: The averments in oath or declaration forms presently 
in use that comply with the previous § 1.63 or § 1.175 will 
also comply with the requirements of the new rules. Therefore, 
the Office will continue to accept the old oath or declaration 
forms as complying with the new rules. 

Comment 39. Five comments questioned the need for the pro- 
posed rules since statistics show that information disclosure 
statements are submitted early in prosecution and questioned 
what new service is being provided for the proposed fee in § 
1.97. 

Reply: The Office desires to continue to encourage information 
to be submitted promptly so that it can be considered by the 
examiner when the first Office action is prepared. Some people 
have expressed a desire to have the option of waiting to submit 
information until after the first Office action, without concern 
that they will be subject to a charge of inequitable conduct. 
Section 1.97(c), as amended, will provide this option to appli- 
cants in that information will be considered later than three 
months after the filing date of the application (§ 1.97(a) prior 
to amendment) without a showing of promptness (prior § 1.99). 
The fee will compensate the Office for the added expense 
caused by the late submission of the information and will serve 
as a disincentive to the intentional withholding of information 
even for a short period of time. 

Comment 40. Two comments suggested that proposed § 1.97(a) 
be modified so that the mechanism of proposed § 1.98 would 
not be the only acceptable technique for submitting information. 
Reply: The Office has set forth the minimum requirements for 
information to be considered in §§ 1.97 and 1.98. These rules 
will provide certainty for the public of exactly what the require- 
ments are, when the Office will consider information and when 
the Office will not consider information. Thus, applicants are 
provided with means for complying with the duty of disclosure 
by following the rules. If information is submitted in a manner 
so that it is not considered by the Office, applicant will assume 
the risk that a court might find a violation of the duty of candor 
and good faith which includes the duty to disclose material 
information. 

Comment 41. Four comments suggested that information which 
is recognized by applicant as being material after the period 
set in proposed § 1.97(b) as the result of prior art cited by the 
examiner should be permitted to be submitted to the Office 
without the fee set forth in 1.17(p), the certification or the 
petition fee required by § 1.97. 

Reply: The suggestion in the comments is not adopted since it 
would require a certification, e.g., why the information was 
just recognized as being material, and would unduly complicate 
the rules and the procedures for considering information sub- 
mitted by applicant. Applicants can avoid or, at least, minimize 
the problem by submitting information which is known to be 
relevant to the application even though it is not yet recognized 
as being required to be submitted because it is material to 
patentability. The fees charged are to compensate the Office 
for the additional work that will be necessary when information 
is submitted during an advanced stage of the examination pro- 


cess. 
Comment 42. Two comments suggested that the period for 
submitting information set in proposed § 1.97(b) be changed 
to be two months from the issuance of the Official Filing Receipt 
to avoid information disclosure statements being misrouted in 
the Office. 

Reply: The suggestion in the comment is not adopted. The 
date that the Filing Receipt is mailed is not maintained in the 
application file so there would be administrative difficulty in 
determining when a fee or certification is required to be filed 
under the new rule. An application can be filed with a self- 
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addressed return postcard so that applicant can obtain the serial 
number assigned to the application very soon after filing. Fur- 
ther, information may be filed under § 1.97(b) before the 
mailing of a first Office action on the merits even if this occurs 
later than three months after the application filing date. 
Comment 43. One comment questions whether § 1.97(b) or § 
1.97(d) applies in the event of issuance of a final rejection 
within three months of the filing of an application. The comment 
indicated that paragraph (b) should apply in this situation. 
Reply: Paragraph (b) would apply in this situation since the 
paragraph specifies that information may be filed within three 
months of the filing date of the application or before the mailing 
date of a first Office action on the merits, whichever event 
occurs last. Thus, information would be considered pursuant 
to § 1.97(b) if it was filed within three months of the filing 
date of the application even if a final rejection was mailed 
prior to three months from the filing date. 

Comment 44. One comment stated that proposed § 1.97(b)(1) 
should be clarified to indicate that “the filing of a national 
application” includes “a continuing application which replaces 
the original application.” 

Reply: The suggested modification has not been adopted since 
it is not necessary for clarity. The term “national application” 
includes continuing applications in this and the other patent 
rules. It is not desirable to add the suggested language to all 
occurrences of the term “application” in the rules or to raise 
the implication that continuing applications are not included 
in the term in other rules by adding the suggested language to 
this rule. 

Comment 45. One comment stated that proposed § 1.97 should 
be changed to state that if a responsible party becomes aware 
of material information less than three months before issuance 
of an Office action, that information will be considered timely 
filed if it is submitted together with the response to the action. 
The comment also stated that the Office could go farther and 
implement a rule which specifies that such information will be 
considered timely submitted if it reaches the examiner before 
the response to the Office action is taken up for consideration. 
Three other comments stated that the Office should accept 
information disclosure statements with responses to Office 
actions, with one comment arguing that there is no benefit in 
submitting two papers where one would suffice. 

Reply: The suggestions in the comments are not adopted. The 
rule as proposed and promulgated has the advantage of being 
relatively easy to comply with and administer. Information 
should be submitted promptly so that the examiner will have 
the option of reviewing the information and withdrawing or 
revising the Office action. Requiring information to be sub- 
mitted promptly contributes to the efficiency of the examination 
process. 

Comment 46. One comment stated that there should be no fee 
in § 1.97 associated with the filing of an information disclosure 
statement since this might impact negatively on the submission 
of material information; rather, it would be sufficient to permit 
material information submitted subsequent to a non-final action 
to support a final rejection in the next action, in the absence 
of the certification proposed in the rules. Another comment, 
however, stated that the proposed fee requirement would not 
be a disincentive to submission of prior art, but would force 
examiners to consider certain art which under current practice 
often is not made of record, but instead, requires the filing of 
a continuation application. 

Reply: The fee required in the rule will serve both to cover 
additional expense caused the Office by the late submission of 
information and will also serve as a disincentive to failing to 
cooperate in submitting information early in the prosecution 
of an application rather than as a disincentive to submitting 
information at all. 

Comment 47. One comment questioned whether information 
in an information disclosure statement submitted during the 
period set forth by proposed § 1.97(c) could be used by an 
examiner to make the next action final if the statement was 
submitted with a certification under § 1.97(e). 

Reply: Information submitted with a certification during the 
period set forth in § 1.97(c) will not be used to make the next 
Office action final on unamended claims since in this situation 
it is clear that applicant has submitted the information to the 
Office promptly after it has become known and the information 
is being submitted prior to a final determination on patentability 
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by the Office. 

Comment 48. One comment stated that it was unfair for the 
Office to require a fee for considering information pursuant to 
proposed § 1.97(c) and then also be able to use the information 
in making the Office action final. 

Reply: The policy is not considered to be unfair. If information 
is submitted during the period set forth in § 1.97(c) without 
the certification, the fee will compensate the Office for extra 
work that may be caused by the failure to submit information 
promptly. If the cost for this extra work were not placed upon 
the applicant in this situation, the cost would have to be borne 
by all applicants through payment of higher fees. The possibility 
that the next Office action may be made final will further 
encourage prompt disclosure of information to the Office. 
Comment 49. One comment suggested that information should 
be considered (§ 1.97(c)) after final rejection, since this is 
different from after allowance when the Office would have to 
go back and reconsider its work. Two comments stated that 
proposed § 1.97(c)(1) should not penalize applicants who 
receive a foreign search report after a final rejection is made 
in the application and that the certification under § 1.97(e) 
should be available until an advisory action after final rejection 
or a notice of allowability occurs in the application. Another 
comment stated that final action may not even be on the merits 
but merely administrative. 

Reply: The suggestions in the comments are not adopted. Both 
a notice of allowance and a final rejection represent a final 
Office decision on patentability. Information considered after 
either of these actions may require the Office to alter its position. 
After either of these actions, information will be considered 
only if it is submitted promptly in accordance with § 1.97(d) 
or is submitted in a refiled application. It should be noted that 
information cited in a foreign search report, if cited to the 
Office within three months of the date on the search report, 
will be considered by the Office if filed before payment of the 
issue fee. 

Comment 50. One comment stated that proposed § 1.97(d) 
would result in unequal treatment of U.S. inventors who file 
first in the Office as compared to foreign inventors who file 
first in a foreign country since the latter will have the results 
of the search made by the foreign examining country earlier 
in the pendency of the U.S. application. Six comments sug- 
gested that a U.S. inventor should have the ability to make the 
certification of § 1.97(e) and to have the Office consider the 
information, regardless of the stage of prosecution at which 
information from a foreign office is submitted. 

Reply: It should be noted that the certification of § 1.97(e) can 
be made and information considered by the Office until the 
issue fee is paid on the application. After the issue fee has 
been paid on an application, it is impractical for the Office to 
attempt to consider newly submitted information. The applica- 
tion may be withdrawn from issue at this point, however, pur- 
suant to § 1.313(b)(5) so that the information can be considered 
in a continuing application, or pursuant to § 1.313(b)(3) if 
applicant states that one or more claims are unpatentable over 
the information that is cited. It is further noted that it is appli- 
cants, not the Office, who make decisions on when and in 
which countries to file an application. U.S. inventors who may 
desire to seek patent protection in foreign countries have the 
ability to utilize the provisions of the Patent Cooperation Treaty 
and to delay the requirement to enter the national stage until 
after a search report on the invention is made. 

Comment 51. One comment questioned whether a certification 
under § 1.97(e) could properly be made in situations where 
information known by the applicant but not considered material 
is cited by a foreign patent office more than three months later 
than the first knowledge by applicant. 

Reply: The language of § 1.97(e) has been modified to permit 
a certification to be made in the situation described in the 
comment. If an item of information is submitted within three 
months of being cited in a communication from a foreign 
patent office in a counterpart foreign patent application, the 
certification can be properly made regardless of any individual’s 
previous knowledge of the information. 

Comment 52. One comment stated that the three-month time 
period for submitting information from foreign patent offices 
under proposed § 1.97(e) might be too short because not all 
foreign offices provide copies of references and that the Office 
should provide for a petition in unusual circumstances. Five 
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comments stated that a three-month time limit for filing foreign 
search reports is not reasonable but rather that six months would 
be more reasonable. 

Reply: The Office has chosen the three month time period as 
appropriate in view of all the factors involved in obtaining 
information and in the examination process. It should be noted 
that Office actions typically set a three-month shortened statu- 
tory period for response. A response to an Office action gener- 
ally requires more time for preparation than is involved in the 
submitting of a foreign search report and copies of the docu- 
ments cited. 

Comment 53. Five comments suggested that § 1.97(e) should 
permit a certification to be made if an individual knew of 
information for more than three months before it was filed but 
did not recognize its materiality or relevance to the application. 
Reply: The suggestion in the comments is not adopted. The 
Office desires to encourage prompt evaluation of information 
as to materiality by applicants and the Office so as to contribute 
to the efficiency and effectiveness of the examination process. 
It should be noted that an applicant is not required to delay 
the submission of information while evaluating materiality, but 
can submit the information pursuant to §§ 1.97 and 1.98. 
Comment 54. One comment stated that proposed § 1.97(e) 
should be clarified to specify that the certificates can be made 
regardless of the source of the information being submitted, 
so long as it is disclosed within three months of receipt. One 
comment stated that the three-month period of proposed § 
1.97(e) should be measured from the receipt date of a communi- 
cation from a foreign patent office. 

Reply: A certification under § 1.97(e) can be made if each item 
of information was cited in a communication from a foreign 
patent office in a counterpart foreign application not more than 
three months prior to filing the statement. A certification can 
also be made if no item of information was cited in a communi- 
cation from a foreign patent office in a counterpart foreign 
application or was known to any individual designated in § 
1.56(c) more than three months prior to filing the information 
disclosure statement. The Office wishes to encourage prompt 
evaluation of the relevance of information and to have a date 
certain for determining if a certification can properly be made. 
Although it is recognized that an individual actually becomes 
aware of the information in the communication from a foreign 
patent office sometime after it was mailed, the mailing date of 
such a communication, if it occurs prior to a first awareness 
of the same information, would determine the date for filing 
of an information disclosure statement without a fee. The Office 
is willing to absorb any additional cost in considering such 
information relevant to patentability after the time set in pro- 
posed paragraph (b) only when it is clear that an applicant is 
diligent in providing the information to the Office. 

Comment 55. One comment stated that the cost of making a 
certification under § 1.97(e) would be more than the $200.00 
fee proposed where no certification is made due to difficulties 
in obtaining information from foreign clients. The comment 
suggested that the rule provide for (1) the opportunity to provide 
documentation (as opposed to certification) illustrating when 
the information was received, and (2) the opportunity to submit 
information with increasing fees depending on when in the 
periods of § 1.97(c) and (d) the information is submitted. 
Reply: The suggestions in the comment are not adopted since 
they would add undue complexity to the rules and procedures. 
Further, the suggested provision of documentation, which pre- 
sumably would be reviewed by someone in the Office, would 
probably add considerably to the overall expense of filing an 
information disclosure statement. No other comments indicated 
a desire for increasing fees depending on when the information 
is submitted. 

Comment 56. Two comments stated that proposed § 1.97(e) is 
ambiguous in using the language “to the knowledge of the 
person signing the certification” in that it could refer to “infor- 
mation and belief,” “actual knowledge of the facts” or “no 
knowledge to the contrary.” One comment stated that certifica- 
tions should be able to be made on information and belief by 
aU.S. attorney or agent submitting a material reference received 
from a foreign patent attorney or agent, rather than requiring 
a certification from the foreign individual. Another comment 
suggested that the period should be calculated from when the 
applicant either knew or could have known of the reference 
because the U.S. attorney should not be penalized for delays 
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from their foreign patent associates. 

Reply: The certification under § 1.97(e) should be made by a 
person who has knowledge of the facts being certified. The 
certification can be made by a practitioner who represents a 
foreign client and who relies on statements made by the foreign 
client as to the date the information first became known. A 
practitioner who receives information from a client without 
being informed whether the information was known for more 
than three months, however, cannot make the certification 
without making reasonable inquiry. 

Comment 57. One comment stated that the language of proposed 
§ 1.97(e) would preclude the use of the certification in an 
application by corporations whose practitioners have over the 
years reviewed thousands of patents and technical publications, 
even though they are unaware of the relevance of any one 
thereof to the application. 

Reply: The language of § 1.97(e) is not intended to preclude 
use of the certification by representatives of corporations. The 
certification can be based on present, good faith knowledge 
about when information became known without a search of 
files being made. The Office, however, does desire to have 
information considered promptly by applicants as to materiality 
and to have information submitted to the Office early in the 
prosecution of an application. 

Comment 58. One comment suggested that proposed § 1.97(e) 
should permit certification only as to information submitted 
within four months of receipt from a foreign patent office, with 
all other late-submitted information requiring a fee so as to not 
open a legal quagmire implicit in the proposed certification 
requirement. 

Reply: The suggestion in the comment is not adopted. The 
certification set forth in § 1.97(e) is preferable since it provides 
the avoidance of the payment of a fee by a person who is 
submitting information promptly to the Office. An applicant 
has the option under the circumstances described in § 1.97(c), 
however, to not make the certification and to pay the fee instead 
if so desired. 

Comment 59. One comment suggested that proposed § 1.97(f) 
be modified to specify that not less than one month will be 
given if a bona fide attempt is made to comply with § 1.98 
but part of the required content is omitted. Another comment 
suggested that § 1.97(f) should state that the Office will give 
(rather than may give) additional time for compliance with § 
1.98. 

Reply: The suggestions in the comments are not adopted. The 
language of § 1.97(f) parallels present § 1.135(c) since the 
practice and considerations are similar for both rules. The Office 
intends to provide one month to comply with § 1.98 where a 
bona fide attempt has been made to do so. 

Comment 60. One comment stated that proposed § 1.97(f) 
should specify that the Office shall inform the applicant if a 
reference will not be considered due to noncompliance with § 
1.98 so as to avoid any argument in litigation that a certain 
reference was not considered due to clerical noncompliance. 
Reply: The Office plans to notify applicants in accordance 
with §§ 1.97(f) and (i) if submitted information will not be 
considered. The examiner will also indicate in the application 
record what information has been considered. Further details 
will appear in the Manual of Patent Examining Procedure in 
due course. 

Comment 61. One comment suggested that proposed § 1.97(g) 
should be modified to state that the filing of an information 
disclosure statement shall not be construed as a representation 
that no other material information exists such as is set forth in 
current § 1.97(b). 

Reply: The suggestion in the comment has not been adopted 
since referring to “no other material information” would imply 
that the information being submitted was admitted to be mate- 
rial. There is no requirement that information being submitted 
be material to the application. 

Comment 62. One comment suggested that proposed § 1.97(h) 
be modified to state that information not considered by the 
Office will be deemed in all respects to have not been submitted 
by the applicant since this would make a noncompliant submis- 
sion clearly not a fulfillment of the duty of candor. 

Reply: The suggestion in the comment is not adopted. The 
Office has no need or desire to rule on lack of fulfillment of 
the duty of candor in such a situation. The rules are drafted 
such that § 1.56 sets forth what information is material to 
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consideration of information by the Office. 
Comment 63. One comment stated the Office has a duty to 
consider information even if this involves withdrawing an appli- 
cation from issue or publishing a cancellation notice and that 
proposed § 1.97(h) should be changed to so state. Another 
comment stated that it would be an abdication of the duty that 
the Office owes to the public for information in the file to be 
ignored since issuance of an invalid patent can be used to 
discourage others in the field. The comment suggested that the 
Office should leave in doubt whether the information will be 
considered or not. 
Reply: It is necessary for the Office to balance its need and 
desire to consider all information relevant to an application 
with its need for an efficient operation and its capability to 
consider information at various stages in the tion of an 
application. The Office is setting forth when information will 
and will not be considered to provide certainty for the public. 
Comment 64. One comment requested information on how a 
United States patent application or other information (§ 
1.98(a)(1)(iii)) should be listed on a PTO 1449 form. 
Reply: The PTO 1449 has been drafted so as to provide spaces 
for listing documents which are available to the public and 
which will be printed on the patent at issuance. Other informa- 
tion should be listed ly from the PTO 1449 form. 
Comment 65. One comment stated that § 1.98(a)(2)(i) should 
not require the submission by applicants of United States patents 
listed in an information disclosure statement since the Office 
is better equipped to provide examiners with copies of those 
documents than inventors and their attorneys. Alternatively, the 
comment suggested that the Office should establish a procedure 
whereby an order for the Office to provide the copies of the 
patents at the usual fee can accompany the information disclo- 
sure statement. 
Reply: At the present time, when the Automated Patent System 
has not been fully implemented, the overall cost of the Office 
obtaining copies of patents and associating them with applica- 
tion files would be greater than for applicants to provide copies 
with information disclosure statements. Presumably, the appli- 
cant would be using a copy of the patent in preparing the 
statement and could easily make a copy for submission to the 
Office. 
Comment 66. One comment suggested that § 1.98(a)(2)(iii), as 

be clarified by substituting “except that no copy of 

a U.S. patent application need be included” for the proposed 
phrase “except a U.S. patent application.” 
Reply: The suggested clarification to the language of the rule 
has been 
Comment 67. A number of comments objected to the require- 
ment in § 1.98(a)(3) for a concise explanation of the relevance 
of all items of information being submitted. 
Reply: In response to the comments, § 1.98(a)(3) has been 
modified to require a concise explanation only of patents, publi- 
cations or other information listed in an information disclosure 
statement that are not in the English language. Applicants may, 
if they wish, provide concise explanations of why English- 
language information is being submitted and how it is under- 
stood to be relevant. Concise explanations are helpful to the 
Office, particularly where documents are lengthy and complex 
and applicant is aware of a section that is highly relevant to 
patentability. 
Comment 68. Five comments stated that the proposed rules 
should be modified to state that if information is being submitted 
from a foreign search report, the requirement for a concise 
explanation in proposed § 1.98(a)(3) may be satisfied by sub- 
mitting an English-language version of the search report. 
Reply: The language of § 1.98(a)(3) has been modified so that 
no concise explanation is required for information submitted 
in the English language. The concise explanation requirement 
for non-English language information may be met by the sub- 
mission of an English language version of the search report 
indicating the degree of relevance found by the foreign office. 
It is not necessary that this detail be included in the rule. 
Comment 69. Five comments questioned whether the require- 
ment in proposed § 1.98(a)(3) would be satisfied by a statement 
that the references were cited in the prosecution of a parent 
application. 
Reply: The requirement in § 1.98(a)(3) for a concise explanation 
of non-English language information would not be satisfied by 
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a statement that a reference was cited in the prosecution of a 
parent application. The concise explanation must explain the 
relevance as presently understood by the person designated in 
§ 1.56(c) most knowledgeable about the content of the informa- 
tion. 
Comment 70. One comment suggested that proposed § 
1.98(a)(3) should be modified to require 4 concise explanation 
of “what is believed to be” the relevance of information listed 
to avoid the accusation of violation of duty of disclosure merely 
because more relevant portions of the information are later 
found. Another comment suggested that the concise explanation 
should state what is “reasonably understood by the person 
submitting the statement.” Another comment stated that the 
applicant should be required to explain (1) only what is under- 
stood or believed about the item of information at the time the 
disclosure is made, or (2) why the item is listed. 
Reply: The suggestions in the comments have been substantially 
adopted in modifying the language of § 1.98(a)(3). 
Comment 71. One comment stated that proposed § 1.98(b) 
should not require the date (unless material) and place of publi- 
cation of journal articles since such information is not given 
on search rts from foreign patent offices or on journals 
published by the American Chemical Society, which just give 
the year. Another comment indicated that sometimes it is not 
clear where the place of publication is. 
Reply: The suggestions in the comments are not adopted. The 
date of publication is necessary for the Office to be able to 
determine if the information may be used in a rejection of the 
claims in an application. The place of publication refers to the 
name of the journal, magazine or other publication in which 
the article was published, which should be available in the vast 
majority of cases. 
Comment 72. One comment suggested that § 1.98(c) should 
not require a translation of a non-English language document 
to be filed if a translation is within the possession, custody or 
control of an individual designated in § 1.56(c) because such 
person may not recall that there is a translation somewhere in 
the records of the individual, perhaps having been made for 
another application years earlier. 
Reply: The requirement of the rule for a translation to be sub- 
mitted under limited conditions is not a change in practice. See 
prior §§ 1.56(j) and 1.97(b). Since the requirement has caused 
little, if any, problem in the past, the suggestion of the comment 
is not 
Comment 73. One comment suggested that § 1 -98(c) should 
be revised to make it clear that a reference that is essentially 
cumulative to another reference need not be listed in an informa- 
tion disclosure statement. 
Reply: The concept that cumulative information is not material 
is set forth in § 1.56(b). Section 1.98 does not deal with what 
information must be submitted, but provides an exception for 
cumulative information to the requirement for a copy to be 
submitted of each item of information listed in an information 
disclosure statement. 
Comment 74. One comment stated that a sentence in the pre- 
amble discussion of proposed § 1.98(c) was burdensome 
because it would require submission of incomplete or inexact 
translations which may have been made of an item of informa- 
tion. The sentence in question reads: 

“But if the individual has the ability to translate the 

non-English language into English and has done so 

for the purposes of reviewing the information relative 

to the claimed invention, the translation would be 

considered ‘readily available.’” 
Another comment stated that proposed § 1.98(c) should be 
modified to require a translation if the non-English language 
document is to be considered by the examiner since the attorney 
would want to prepare an accurate translation of particularly 
relevant references. One comment suggested that § 1.98(c), or 
the preamble discussion, should make it clear that an English- 
language translation of a foreign language material reference 
need not be submitted where an individual merely reads in the 
reference in its original language and translates it mentally but 
does not prepare a written translation. Five other comments 
requested clarification on this point. 
Reply: The Office does not intend to require translations unless 
they have been reduced to writing and are actually translations 
of what is contained in the non-English language information. 
Applicants should note, however, that most examiners do not 
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have the ability to understand information which is not in 
English and that the Office will not routinely translate informa- 
tion submitted in a non-English language. The examiner will 
consider the information insofar as it is understood on its face, 
e.g., drawings, chemical formulas, English-language abstracts, 
but will not have the information translated unless it appears 
to be necessary to do so. Applicants are required to aid the 
examiner by complying with the requirements for a concise 
explanation in § 1.98(a)(3) for information submitted in a non- 
English language. 

Comment 75. One comment stated that § 1.98(d) should be 
clarified to state that a copy of an item of information listed 
in an information disclosure statement need not be submitted 
if the reference was cited by the Office or previously submitted 
to the Office in connection with a prior application. 

Reply: The suggestion in the comment is adopted. The language 
of § 1.98(d) has been modified to state that a copy of an item 
of information is not required if it was previously cited by the 
Office or previously submitted to the Office in a prior applica- 
tion being relied on for an earlier filing date under 35 U.S.C. 
120. 

Comment 76.One comment suggested that proposed § 1.98(d) 
should be revise d to not require the submission of a copy of 
the information listed in an information disclosure statement 
if a copy of the information has previously been submitted to 
the Office in a prior application, whether or not the earlier 
application is being relied upon for an earlier filing date under 
35 U.S.C. 120. 

Reply: The suggestion in the comment is not adopted. The 
exception to the requirement for a copy of each item of informa- 
tion to be submitted has been made with regard to prior applica- 
tions which will normally be available to, and considered by, 
the examiner. It would not be efficient for the examiner to be 
required to seek out unrelated application files to obtain a copy 
of an item of information when a copy could easily be submitted 
by applicant. 

Comment 77. One comment questioned what would be consid- 
ered “timely” under § 1.291 so that information would be 
considered by the examiner without payment of a fee, in contrast 
to proposed § 1.97 which may require a fee. 

Reply: Section 1.291 has not been amended to redefine timeli- 
ness. The comment seems to imply that the fee requirements 
of § 1.97 can be avoided through the use of a protest submitting 
information, but such a course of action might raise questions 
regarding compliance with the duty of candor and good faith 
required in dealings with the Office. 

Comment 78. One comment stated that the Office should not 
drop the acknowledgment of a protest having been filed under 
§ 1.291 in a reissue application because the acknowledgment 
served as an indication that the protest had been received in 
the examining group from the mail room. 

Reply: The suggestion in the comment is not adopted. Any 
perceived benefit from retaining the acknowledgment is out- 
weighed by the administrative burden it causes. There is no 
good reason to treat the filing of protests in reissue applications 
differently from the filing of protests in original applications 
or from the filing of other papers in the Office. 

Comment 79. One comment questioned whether an application 
could be withdrawn from issue pursuant to proposed § 
1.313(b)(5) without admitting unpatentability. 

Reply: There is no requirement that unpatentability must be 
admitted before an application can be withdrawn from issue 
pursuant to § 1.313(b)(5). The rule provides for applications 
to be withdrawn from issue and abandoned for consideration 
of information in a continuing application. This differs from a 
petition under § 1.313(b)(3) based on unpatentability of one 
or more claims. 

Comment 80. One comment questioned whether, if an applica- 
tion is withdrawn from issue pursuant to proposed § 1.313(b)(5), 
an information disclosure statement can be submitted in the 
continuing application under § 1.97(b) without a certification. 
Reply: A continuing application is treated like any other applica- 
tion with regard to the times set forth in § 1.97(b). Thus, for 
example, an information disclosure statement could be filed 
without a fee or certification in a continuing application within 
three months of the filing date of the continuing application. 

Comment 81. One comment questioned whether an application 
withdrawn from issue pursuant to § 1.313(b)(5) could have 
new art and amendments considered in that application rather 
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than in a continuing application. The comment also questioned 
the handling of applications withdrawn from issue pursuant to 
§ 1.313(b)(3). 

Reply: The language of § 1.313(b)(5) makes it clear that an 
application withdrawn from issue thereunder is to be abandoned 
without further prosecution. This differs from an application 
withdrawn from issue pursuant to § 1.313(b)(3) because appli- 
cant had admitted the unpatentability of one or more claims. 
Comment 82. One comment questioned whether the continuing 
application mentioned in proposed § 1.313(b)(5) could be a file 
wrapper continuing application under § 1.62 and how applicants 
can accomplish the withdrawal from issue under proposed § 
1.313(b) late in the prosecution of an application. 

Reply: The continuing application mentioned in § 1.313(b)(5) 
can be a file wrapper continuing application under § 1.62. Even 
though § 1.62 requires a file wrapper continuing application 
to be filed before the payment of the issue fee, the Office will 
consider the filing of a petition to withdraw from issue under 
§ 1.313(b)(5) as sufficient grounds to waive that requirement 
of § 1.62. Late in the prosecution of an application, the Office 
has difficulty in matching papers with the application file. 
Papers requesting that an application be withdrawn from issue 
after the issue fee is paid should be directed, or preferably 
hand-carried, to the Office of Petitions in the Office of the 
Assistant Commissioner for Patents. 

Comment 83. Seven comments suggested that § 1.555(a) should 
not be amended to require the submission of “all information 
material to patentability” since a reexamination proceeding is 
limited to consideration of patents and printed publications. 
Reply: The suggestion in the comments has been adopted. A 
paragraph (b), which defines what information is material to 
patentability in a reexamination proceeding, has been added to 
the rule. 

Comment 84. One comment suggested that proposed § 1.555(a) 
should be modified to make clear that there is no duty of 
disclosure on employees of a corporate patent owner if the 
employees are not substantively involved in the preparation of 
the reexamination request or the reexamination proceeding. 
Reply: The suggestion in the comment to modify the language 
in § 1.555(a) has not been adopted. The rule refers to individuals 
who are substantively involved on behalf of the patent owner 
in a reexamination proceeding. 

Comment 85. Two comments stated that the Office should 
consider fraud or other inequitable conduct issues in interfer- 
ence proceedings. 

Reply: The suggestion in the comments has been adopted. The 
Office will consider inequitable conduct issues in interference 
proceedings as announced on November 19, 1991, in the Offi- 
cial Gazette of the Patent and Trademark Office at 1132 Off. 
Gaz. Pat. Off. 33. 

Comment 86. One comment requested more examples with 
regard to proposed § 10.23(c)(10) of what alteration or combi- 
nation of alterations in a declaration would be considered mate- 
rial. 

Reply: It is not the function of the rules or the rulemaking 
process to provide a detailed listing of what alterations may 
be considered to be improper. This consideration will neces- 
sarily be made in view of the totality of the circumstances 
involved. Practitioners would be well advised to avoid filing 
applications which contain alterations which have not been 
initialed and dated. 

Comment 87. Two comments stated that § 10.23(c)(10) should 
be amended to prohibit knowingly attempting to mislead the 
Office in the drafting or prosecution of a patent application. 
One comment stated that attempted fraud or inequitable conduct 
would not be prohibited by proposed 10.23(c)(10) because such 
conduct would not be a violation of proposed §§ 1.56 or 1.555. 
Reply: No amendment is to the language of § 
10.23(c)(10). It should be noted that the duty of candor and 
good faith in dealing with the Office is included in §§ 1.56 
and 1.555. This duty includes a prohibition against knowingly 
attempting to mislead the Office. 

Comment 88. Five comments stated that it would be unfair to 
impose the new disclosure requirements and fees on applica- 
tions that are pending before the Office on the effective date 
of the new rule. Another comment stated that the rules should 
be immediately effective for all pending applications with some 
grace period for making the initial disclosure without penalty 
and without fee. 
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Reply: The Office will apply the new rules to all applications 
pending on, or filed on or after, the effective date of the rules. 
While this implementation may cause some burden on some 
applicants, other applicents will obtain benefits not otherwise 
available. This decision will also ease the administrative burden 
on the Office in implementing the new rules. 


Other Considerations 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)) because the rules as adopted do not 
require individuals to submit information that they are not 
already aware of and are not already under an obligation to 
provide to the Office. The rules further promote the efficiency 
of the examination process by encouraging a timely submission 
of an information disclosure statement and by substantially 
eliminating rejections based on inequitable conduct, thereby 
reducing the costs to all patent applicants. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, state or geographic regions. 
There will be no significant adverse effects on competition, 
employment, investment, productivity or innovation, or on the 
ability of the United States-based enterprises to compete with 
foreign-based enterprises in domestic or export markets. 

The Patent and Trademark Office has also determined that 
this rule change has no Federalism implications affecting the 
relationship between the National Government and the States 
as outlined in Executive Order 12612. 

This rule contains a collection of information requirement 
subject to the Paperwork Reduction Act, which has previously 
been approved by the Office of Management and Budget under 
Control No. 0651-0011. Each information disclosure statement 
is estimated to take approximately 30 minutes, including time 
for reviewing instructions, gathering and maintaining data 
needed, and completing and reviewing the collection of infor- 
mation. The time estimate has been reduced from that stated 
in the proposal since the requirement for a concise explanation 
of the relevance of each item of information cited in an informa- 
tion disclosure statement has been limited to information sub- 
mitted in a language other than English. Send comments 
regarding this burden estimate Patent and Trademark Office, 
Office of Management and Organization, and to the Office of 
Information and Regulatory Affairs, Office of Management and 
Budget, Washington, D.C. 20503. (Attention Paper Reduction 
Project 0651-0011) 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


37 CFR Part 10 


Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts 1 
and 10 are amended as follows: 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for Part 1 continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. In § 1.17, paragraph(i)(1) is revised and paragraph (p) is 
added to read as follows: 
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§ 1.17 Patent application processing fees. 


**e ee * 


(i)(1) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this para- 

h 130.00 

§ 1.12—for access to an assignment record. 

§ 1.14—for access to an application. 

§ 1.53—1to accord a filing date. 

§ 1.55—for entry of late priority papers. 

§ 1.60—to accord a filing date. 

§ 1.62—to accord a filing date. 

§ 1.97(d)—o consider an information disclosure statement. 

§ 1.103—1o suspend action in application. 

§ 1.177—for divisional reissues to issue separately. 

§ 1.312—for amendment after payment of issue fee. 

§ 1.313—to withdraw an application from issue. 

§ 1.314—1o defer issuance of a patent. 

§ 1.334—for patent to issue to assignee, assignment recorded 
late. 

§ 1.666(b)—for access to interference settlement agreement. 


*x**e eK * 


(p) For submission of an information disclosure statement 
under § 1.97(c) $200.00 


3. Section 1.28, paragraph (d)(2) is revised to read as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


*e EK * 


aD *** 
(2) Improperly and with intent to deceive 
(i) establishing status as a small entity, 
or 
(ii) paying fees as a small entity 
shall be considered as a fraud practiced or attempted on the 
Office. 


4. Section 1.51, paragraph (b) is revised to read as follows: 
§ 1.51 General requisites of an application. 


xe ee * 


(b) Applicants are encouraged to file an information disclo- 
sure statement. See §§ 1.97 and 1.98. 


5. Section 1.52, paragraph (c) is revised to read as follows: 
§ 1.52 Language, paper, writing, margins. 


**e Ee * 


(c) Any interlineation, erasure, cancellation or other alter- 
ation of the application papers filed should be made before the 
signing of any accompanying oath or declaration pursuant to 
§ 1.63 referring to those application papers and should be dated 
and initialed or signed by the applicant an the same sheet of 
paper. Application papers containing alterations made after the 
signing of an oath or declaration referring to those application 
papers must be supported by a supplemental oath or declaration 
under § 1.67(c). After the signing of the oath or declaration 
referring to the application papers, amendments may be made 
in the manner provided by §§ 1.121 and 1.123 through 1.125. 


ke RK E 
6. Section 1.56 is revised to read as follows: 

§ 1.56 Duty to disclose information material to patentability. 
(a) A patent by its very nature is affected with a public 


interest. The public interest is best served, and the most effective 
patent examination occurs when, at the time an application is 
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being examined, the Office is aware of and evaluates the teach- 
ings of all information material to patentability. Each individual 
associated with the filing and prosecution of a patent application 
has a duty of candor and good faith in dealing with the Office, 
which includes a duty to disclose to the Office all information 
known to that individual to be material to patentability as 
defined in this section. The duty to disclose information exists 
with respect to each pending claim until the claim is cancelled 
or withdrawn from consideration, or the application becomes 
abandoned. Information material to the patentability of a claim 
that is cancelled or withdrawn from consideration need not be 
submitted if the information is not material to the patentability 
of any claim remaining under consideration in the application. 
There is no duty to submit information which is not material 
to the patentability of any existing claim. The duty to disclose 
all information known to be material to patentability is deemed 
to be satisfied if all information known to be material to patent- 
ability of any claim issued in a patent was cited by the Office 
or submitted to the Office in the manner prescribed by §§ 
1.97(b)-(d) and 1.98. However, no patent will be granted on 
an application in connection with which fraud on the Office 
was practiced or attempted or the duty of disclosure was violated 
through bad faith or intentional misconduct. The Office encour- 
ages applicants to carefully examine; (1) prior art cited in search 
reports of a foreign patent office in a counterpart application, 
and (2) the closest information over which individuals associ- 
ated with the filing or prosecution of a patent application believe 
any pending claim patentably defines, to make sure that any 
material information contained therein is disclosed to the 
Office. 

(b) Under this section, information is material to patentability 
when it is not cumulative to information already of record or 
being made of record in the application, and 

(1) it establishes, by itself or in combination with other 
information, a prima facie case of unpatentability of a claim; 
or 

(2) it refutes, or is inconsistent with, a position the appli- 
cant takes in: 

(i) opposing an argument of unpatentability relied on 
by the Office, or 

(ii) asserting an argument of patentability. 
A prima facie case of unpatentability is established when the 
information compels a conclusion that a claim is unpatentable 
under the preponderance of evidence, burden-of-proof standard, 
giving each term in the claim its broadest reasonable construc- 
tion consistent with the specification, and before any consider- 
ation is given to evidence which may be submitted in an attempt 
to establish a contrary conclusion of patentability. 

(c) Individuals associated with the filing or prosecution of 
a patent application within the meaning of this section are: 

(1) each inventor named in the application; 

(2) each attorney or agent who prepares or prosecutes the 
application; and 

(3) every other person who is substantively involved in 
the preparation or prosecution of the application and who is 
associated with the inventor, with the assignee or with anyone 
to whom there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor 
may comply with this section by disclosing information to the 
attorney, agent, or inventor. 


7. Section 1.63, paragraphs (b)(3) and (d) are revised to read 
as follows: 


§ 1.63 Oath or declaration. 


**e eK * 


** * 


(3) Acknowledges the duty to disclose to the Office all 
information known to the person to be material to patentability 
as defined in § 1.56. 

(d) In any continuation-in-part application filed under the 
conditions specified in 35 U.S.C. 120 which discloses and 
claims subject matter in addition to that disclosed in the prior 
copending application, the oath or declaration must also state 
that the person making the oath or declaration acknowledges 
the duty to disclose to the Office all information known to the 
person to be material to patentability as defined in § 1.56, 
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which became available between the filing date of the prior 
application and the national or PCT international filing date of 
the continuation-in-part application. 


8. Section 1.67 is amended by adding a new paragraph (c) 
to read as follows: 


§ 1.67 Supplemental oath or declaration. 


*eeK * 


(c) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must also be filed if the application was altered 
after the oath or declaration was signed or if the oath or declara- 
tion was signed: 

(1) in blank; 

(2) without review thereof by the person making the oath 
or declaration; or 

(3) without review of the specification, including the 
claims, as required by § 1.63(b)(1). 


9. Section 1.97 is revised to read as follows: 
§ 1.97 Filing of information disclosure statement. 


(a) In order to have information considered by the Office 
during the pendency of a patent application, an information 
disclosure statement in compliance with § 1.98 should be filed 
in accordance with this section. 

(b) An information disclosure statement shall be considered 
by the Office if filed: 

(1) within three months of the filing date of a national 
application; 

(2) within three months of the date of entry of the national 
stage as set forth in § 1.491 in an international application; or 

(3) before the mailing date of a first Office action on the 
merits, whichever event occurs last. 

(c) An information disclosure statement shall be considered 
by the Office if filed after the period specified in paragraph 
(b) of this section, but before the mailing date of either 

(1) a final action under § 1.113 or 

(2) a notice of allowance under § 1.311, 
whichever occurs first, provided the statement is accompanied 
by either a certification as specified in paragraph (e) of this 
section or the fee set forth in § 1.17(p). 

(d) An information disclosure statement shall be considered 

by the Office if filed after the mailing date of either 
(1) a final action under § 1.113 or 
(2) a notice of allowance under § 1.311, 
whichever occurs first, but before payment of the issue fee, 
provided the statement is accompanied by: 
(i) a certification as specified in paragraph (e) of this 
section, 
(ii) a petition requesting consideration of the informa- 
tion disclosure statement, and 
(iii) the petition fee set forth in § 1.17(i)(1). 
(e) A certification under this section must state either 
(1) that each item of information contained in the informa- 
tion disclosure statement was cited in a communication from 
a foreign patent office in a counterpart foreign application not 
more than three months prior to the filing of the statement, or 
(2) that no item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application or, to 
the knowledge of the person signing the certification after 
making reasonable inquiry, was known to any individual desig- 
nated in § 1.56(c) more than three months prior to the filing 
of the statement. 

(f) No extensions of time for filing an information disclosure 
statement are permitted under § 1.136. If a bona fide attempt 
is made to comply with § 1.98, but part of the required content 
is inadvertently omitted, additional time may be given to enable 
full compliance. 

(g) An information disclosure statement filed in accordance 
with this section shall not be construed as a representation that 
a search has been made. 

(h) The filing of an information disclosure statement shall 
not be construed to be an admission that the information cited 
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in the statement is, or is considered to be, material to patent- 
ability as defined in § 1.56(b). 

(i) Information disclosure statements, filed before the grant 
of a patent, which do not comply with this section and § 1.98 
will be placed in the file, but will not be considered by the 
Office. 


10. Section 1.98 is revised to read as follows: 


§ 1.98 Content of information disclosure statement. 

(a) Any information disclosure statement filed under § 1.97 

shall include: 
(1) A list of all patents, publications, or other information 
submitted for consideration by the Office; 
(2) A legible copy of: 
(i) Each U.S. and foreign patent; 
(ii) Each publication or that portion which caused it to 
be listed; and 
(iii) All other information or that portion which caused 
it to be listed, except that no copy of a U.S. patent application 
need be included; and 
(3) Aconcise explanation of the relevance, as it is presently 
understood by the individual designated in § 1.56(c) most 
knowledgeable about the content of the information, of each 
patent, publication, or other information listed that is not in 
the English language. The concise explanation may be either 
separate from the specification or incorporated therein. 

(b) Each U.S. patent listed in an information disclosure state- 
ment shall be identified by patentee, patent number and issue 
date. Each foreign patent or published foreign patent application 
shall be identified by the country or patent office which issued 
the patent or published the application, an appropriate document 
number, and the publication date indicated on the patent or 
published application. Each publication shall be identified by 
author (if any), title, relevant pages of the publication, date 
and place of publication. 

(c) When the disclosures of two or more patents or publica- 
tions listed in an information disclosure statement are substan- 
tively cumulative, a copy of one of the patents or publications 
may be submitted without copies of the other patents or publica- 
tions provided that a statement is made that these other patents 
or publications are cumulative. If a written English-language 
translation of a non-English language document, or portion 
thereof, is within the possession, custody or control of, or is 
readily available to any individual designated in § 1.56(c), a 
copy of the translation shall accompany the statement. 

(d) A copy of any patent, publication or other information 
listed in an information disclosure statement is not required to 
be provided if it was previously cited by or submitted to the 
Office in a prior application, provided that the prior application 
is properly identified in the statement and relied upon for an 
earlier filing date under 35 U.S.C. 120. 


11. Section 1.99 is removed and reserved. 


12. Section 1.175, paragraph (a)(7), is revised to read as 
follows: 


§ 1.175 Reissue oath or declaration. 


(a) ** * 
(7) Acknowledging the duty to disclose to the Office all 
information known to applicants to be material to patentability 
as defined in § 1.56. 


*e ee * 
13. Section 1.193(c) is removed and reserved. 
§ 1.193 Examiner’s Answer. 


14. Section 1.291, paragraphs (a) and (c), are revised to read 
as follows: 


§ 1.291 Protests by the public against pending applications. 
(a) Protests by a member of the public against pending appli- 


cations will be referred to the examiner having charge of the 
subject matter involved. A protest specifically identifying the 
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application to which the protest is directed will be entered in 
the application file if: 

(1) the protest is timely submitted; and 

(2) the protest is either served upon the applicant in accor- 
dance with § 1.248, or filed with the Office in duplicate in the 
event service is not possible. 
Protests raising fraud or other inequitable conduct issues will 
be entered in the application file, generally without comment 
on those issues. Protests which do not adequately identify a 
pending patent application will be disposed of and will not be 
considered by the Office. 


* ee KE 


(c) A member of the public filing a protest in an application 
under paragraph (a) of this section will not receive any commu- 
nications from the Office relating to the protest, other than the 
return of a self-addressed postcard which the member of the 
public may include with the protest in order to receive an 
acknowledgment by the Office that the protest has been 
received. The Office may communicate with the applicant 
regarding any protest and may require the applicant to respond 
to specific questions raised by the protest. In the absence of a 
request by the Office, an applicant has no duty to, and need not, 
respond to a protest. The limited involvement of the member of 
the public filing a protest pursuant to paragraph (a) of this 
section ends with the filing of the protest, and no further submis- 
sion on behalf of the protestor will be considered unless such 
submission raises new issues which could not have been earlier 
presented. 


15. Section 1.313, paragraph (b), is revised to read as follows: 
§ 1.313 Withdrawal from issue. 


* eee * 


(b) When the issue fee has been paid, the application will 

not be withdrawn from issue for any reason except: 

(1) a mistake on the part of the Office; 

(2) a violation of § 1.56 or illegality in the application; 

(3) unpatentability of one or more claims; 

(4) for interference; or 

(5) for abandonment to permit consideration of an informa- 
tion disclosure statement under § 1.97 in a continuing applica- 
tion. 


16. Section 1.555 is revised to read as follows: 


§ 1.555 Information material to patentability in reexamination 
proceedings. 


(a) A patent by its very nature is affected with a public 
interest. The public interest is best served, and the most effective 
reexamination occurs when, at the time a reexamination pro- 
ceeding is being conducted, the Office is aware of and evaluates 
the teachings of all information material to patentability in a 
reexamination proceeding. Each individual associated with the 
patent owner in a reexamination proceeding has a duty of 
candor and good faith in dealing with the Office, which includes 
a duty to disclose to the Office all information known to that 
individual to be material to patentability in a reexamination 
proceeding. The individuals who have a duty to disclose to 
the Office all information known to them to be material to 
patentability in a reexamination proceeding are the patent 
owner, each attorney or agent who represents the patent owner, 
and every other individual who is substantively involved on 
behalf of the patent owner in a reexamination proceeding. The 
duty to disclose the information exists with respect to each 
claim pending in the reexamination proceeding until the claim 
is cancelled. Information material to the patentability of a can- 
celled claim need no be submitted if the information is not 
material to patentability of any claim remaining under consider- 
ation in the reexamination proceeding. The duty to disclose all 
information known to be material to patentability in a reexami- 
nation proceeding is deemed to be satisfied if all information 
known to be material to patentability of any claim in the patent 
after issuance of the reexamination certificate was cited by the 
Office or submitted to the Office in an information disclosure 
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statement. However, the duties of candor, good faith, and disclo- 
sure have not been complied with if any fraud on the Office 
was practiced or attempted or the duty of disclosure was violated 
through bad faith or intentional misconduct by, or on behalf 
of, the patent owner in the reexamination proceeding. Any 
information disclosure statement must be filed with the items 
listed in § 1.98 as applied to individuals associated with the 
patent owner in a reexamination proceeding, and should be filed 
within two months of the date of the order for reexamination, or 
as soon thereafter as possible. 

(b) Under this section, information is material to patentability 
in a reexamination proceeding when it is not cumulative to 
information of record or being made of record in the reexamina- 
tion proceeding, and 

(1) it is a patent or printed publication that establishes, 
by itself or in combination with other patents or printed publica- 
tions, a prima facie case of unpatentability of a claim; or 

(2) it refutes, or is inconsistent with, a position the patent 
owner takes in: 

(i) opposing an argument of unpatentability relied on 
by the Office, or 
(ii) asserting an argument of patentability. 

A prima facie case of unpatentability of a claim pending in 
a reexamination proceeding is established when the information 
compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving 
each term in the claim its broadest reasonable construction 
consistent with the specification, and before any consideration 
is given to evidence which may be submitted in an attempt to 
establish a contrary conclusion of patentability. 

(c) The responsibility for compliance with this section rests 
upon the individuals designated in paragraph (a) of this section 
and no evaluation will be made by the Office in the reexamina- 
tion proceeding as to compliance with this section. If questions 
of compliance with this section are discovered during a reexam- 
ination ing, they will be noted as unresolved questions 
in accordance with § 1.552(c). 


Part 10 - Representation of Others Before the Patent and Trade- 
mark Office 


17. The authority citation for Part 10 continues to read as 
follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


18. Section 10.23, paragraphs (c)(10) and (c)(11), are revised 
to read as follows: 


§ 10.23 Misconduct. 


** eK * 


(c) * * * 
(10) Knowingly violating or causing to be violated the 
requirements of § 1.56 or § 1.555 of this subchapter. 
(11) Knowingly filing or causing to be filed an application 
containing any material alteration made in the application 
pers after the signing of the accompanying oath or declaration 
without identifying the alteration at the time of filing the appli- 
cation papers. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


Jan 9, 1992 
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Summary: This document contains corrections to the final regu- 

lations which were published in the Federal Register on Friday, 

January 17, 1992 (57 FR 2021). The regulations related to 

—— regarding the duty of disclosure contained in parts 1 

10. 

Effective Date: March 16, 1992. 

For Further Information Contact: Charles E. Van Horn by 

telephone at (703) 305-9054, or by facsimile transmission at 

(703) 305-8825, or by mail marked to his attention and 

addressed to Office of the Assistant Commissioner for Patents, 

Box DAC, Washington, D.C. 20231. 

Supplementary Information: 


Background 


The final regulations that are the subject of these corrections, 
make changes to the rules of practice relating to the duty 
of disclosure and the procedures for submitting information 
disclosure statements to the Office. 


Need for Correction 


As published, the final regulations contain an error, which 
may be misleading and is in need of clarification. 


List of Subjects in 37 CFR Part 1 
Administrative practice and procedure, Inventions and 


patents, Reporting and record keeping requirements, Small 
businesses. 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


Accordingly, 37 CFR Part 1 is corrected by making the 
following correcting amendment: 


1. The authority citation for Part 1 continues to read as 


follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


§ 1.97(c)(2) [Corrected] 
2. In § 1.97(c)(2), the fifth line down, is revised to read 


“certification as specified in paragraph (e) of this section . . .” 
instead of “(3) of this section.” 


June 17, 1994 CHARLES E. VAN HORN 


Deputy Assistant Commissioner 
for Patent Policy and 
Projects 


[1164 OG 54] 
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Implementation of Rules on Information 
Disclosure Statements 


New rules on the duty of disclosure and information disclo- 
sure statements, effective March 16, 1992, were published in 
the Federal Register at 57 FR 2021 (Jan. 17, 1992) and in the 
Official Gazette at 1135 Off. Gaz. Pat. Office 13 (Feb. 4, 1992). 

The ures for handling information disclosure state- 
ments (37 CFR 1.97 and 1.98) will be set forth in Section 609 
of the Manual of Patent Examining Procedure (MPEP). A 
copy of the instructions being given to examiners for handling 
information disclosure statements under the new rules is being 
published for the benefit of the public. Also being published 
is a sample declaration form which incorporates language con- 
forming to the amendment to 37 CFR 1.63 contained in the 
new rules. Declaration forms acceptable under the rules in effect 
prior to the change effective March 16, 1992, will continue to 
be acceptable under the new rules. 

The Office is considering changing its policy regarding the 
printing on patents of citations of information considered in 
patent applications. The proposed change will not affect consid- 
eration by the examiner of information submitted to the Office 
ia compliance with 37 CFR 1.97(b)-(d) and 1.98. The proposed 
change affects only the information printed on the patent. Pres- 
ently, as set forth in the last paragraph of the instructions 
which follow, information properly submitted by applicant and 
considered by the examiner will be printed on the patent along 
with the references cited by the examiner in Office actions. It 
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has been suggested that it would be more helpful to the Office 
and to the public in using a patent for future search purposes 
if only the references cited and/or relied upon by the examiner 
in Office actions were listed on the printed patent. Alternatively, 
it has been suggested that the references listed on a patent be 
differentiated as to whether they were cited and/or relied on 
by the examiner or cited by applicant but not relied on by the 
examiner. The Office has a preference for the option that lists 
only the information cited and/or relied on by the examiner 
because it reduces printing costs (some citations by applicants 
now add several additional pages to the patent grant) and mini- 
mizes processing problems associated with correcting incom- 
plete or inaccurate citations before the patent is printed. Public 
comment on these proposals is welcomed and should be directed 
to J. Michael Thesz (703-305-9384) or by mail directed to Mr. 
Thesz in the Office of the Assistant Commissioner for Patents. 
Comments should be received before May 29, 1992. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


April 20, 1992 


[1138 OG 37] 


(78) Processing of Information Disclosure Statements 
Under the New Rules Effective March 16, 1992 


Applicants and other individuals substantively involved with 
the preparation and/or prosecution of a patent application have 
a duty to submit to the Office information which is material 
to patentability as defined in 37 CFR 1.56. These individuals 
also may want the Office to consider information for a variety 
of other reasons, e.g., without first determining whether the 
information meets any particular standard of materiality, or 
because another patent office considered the information to be 
relevant in a counterpart or related patent application filed in 
another country, or to make sure that the examiner has an 
opportunity to consider the same information that was consid- 
ered by the individuals that were substantively involved with 
the preparation or prosecution of a patent application. 

An information disclosure statement filed in accordance with 
the provisions of 37 CFR 1.97 and 1.98 provides the procedure 
available to an applicant to submit information to the Office 
so that information will be considered by the examiner assigned 
to the application. The requirements for the content of a state- 
ment have been simplified in the new rules effective March 
16, 1992, to encourage individuals associated in a substantive 
way with the filing and prosecution of a patent application to 
submit information to the Office so the examiner can determine 
its relevance to the claimed invention. The procedure for sub- 
mitting an information disclosure statement under the new rules 
are designed to encourage individuals to submit information 
to the Office promptly. 

In order to have information considered by the Office during 
the pendency of a patent application, an information disclosure 
statement in compliance with 37 CFR 1.98 as to content must 
be filed in accordance with the procedural requirements of 37 
CFR 1.97. The requirements as to content are discussed in A 
below. The requirements based on the time of filing the state- 
ment are discussed in B below. Examiner handling of informa- 
tion disclosure statement is discussed in C below. 

The Office has set forth the minimum requirements for infor- 
mation to be considered in 37 CFR 1.97 and 1.98. Once the 
minimum requirements are met, the examiner has an obligation 
to consider the information. These rules provide certainty for 
the public by defining what the requirements are, when the 
Office will consider information and when the Office will not 
consider information. 

The filing of an information disclosure statement shall not 
be construed as a representation that a search has been made. 
37 CFR 1.97(g). There is no requirement that an application 
for a patent make a patentability search. Further, the filing of 
an information disclosure statement shall not be construed to 
be an admission that the information cited in the statement is, 
or is considered to be, material to tability as defined in 37 
CFR 1.56(b). 37 CFR 1.97(h). See MPEP 706.02(b) regarding 
admissions by applicant. 
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Multiple information disclosure statements may be filed in 
a single application, and they will be considered, provided each 
is in compliance with the appropriate requirements. Use of form 
PTO-1449, “Information Disclosure Citation,” is e ed as 
a means providing the required list of information. See C(2) 
below. 

Information which is cited or submitted to the Office in the 
parent application of a file wrapper continuing application under 
37 CFR 1.62 will be part of the file before the examiner and 
need not be resubmitted in the continuing application. Likewise, 
the examiner will consider information cited or submitted to 
the Office in a parent application when examining a continuing 
application and thus this information need not be resubmitted 
unless applicant desires the information to be printed on the 
patent. 


A. Content 


An information disclosure statement must comply with the 
provisions of 37 CFR 1.98 as to content in order to be considered 
by the Office. Each information disclosure statement must 
comply with the applicable provisions of A(1), A(2) and A(3) 
below. 


A(1) Each information disclosure statement must include 
a list of all patents, publications, or other information sub- 
mitted for consideration by the Office. 


Paragraph (b) of 37 CFR 1.98 requires that each U.S. patent 
listed in an information disclosure statement be identified by 
patentee, patent number and issue Gate. Each foreign patent or 
published foreign patent application must be identified by the 
country or patent office which issued the patent or published 
the application, an appropriate document number, and the publi- 
cation date indicated on the patent or published application. 
Each publication must be identified by author (if any), title, 
relevant pages of the publication, date (at least month and year) 
and place of publication. The place of publication refers to the 
name of the journal, magazine or other publication in which 
the information being submitted was published. 

The list may not be incorporated into the specification but 
must be submitted in a separate paper. A separate list is required 
so that it is easy to confirm that applicant iniends to submit 
an information disclosure statement, and because it provides a 
readily available checklist for the examiner to indicate which 
identified documents have been considered. A copy of a sepa- 
rate list will also provide a simple means of communication 
to applicant to indicate the listed documents that have been 
considered and those listed documents that have not been con- 
sidered. Use of form PTO-1449, “Information Disclosure Cita- 
tion,” is encouraged. See C(2) below. 


A(2) In addition to the list, each information disclosure 
statement must also include a legible copy of: 


(i) Each U.S. and foreign patent; 

(ii) Each publication or that portion which caused it to 
be listed; and 

(iii) All other information or that portion which caused 
it to be listed, except that no copy of a U.S. patent application 
need be included. 


There are exceptions to this general rule that a copy must 
be provided. First, paragraph (d) of 37 CFR 1.98 states that a 
copy of any patent, publication or other information listed in 
an information disclosure statement is not required to be pro- 
vided if it was previously cited by or submitted to the Office 
in a prior application, provided that the prior application is 
properly identified in the statement and relied upon for an 
earlier filing date under 35 U.S.C. 120. The examiner will 
consider information cited or submitted to the Office in a prior 
application relied on under 35 U.S.C. 120. This exception to 
the requirement for copies of information does not apply to 
information which was cited in an international application 
under the Patent Cooperation Treaty. 

Second, paragraph (c) of 37 CFR 1.98 states that when the 
disclosures of two or more patents or publications listed in an 
information disclosure statement are substantively cumulative, 
acopy of the one of the patents or publications may be submitted 
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without copies of the other bane or publications provided 
that a statement is made that these other patents or publications 
are cumulative. The examiner will then consider only the patent 
or publication of which a copy is submitted and will so indicate 
on the list or form PTO-1449 submitted, e.g., by crossing-out 
the listing of the cumulative information. 

Paragraph (c) of 37 CFR 1.98 further states that if a written 
English language translation of a non-English language docu- 
ment, or portion thereof, is within the ion, custody or 
control of, or is readily available to any individual designated 
in 37 CFR 1.56(c), a copy of the translation shall accompany 
the statement. Translations are not required to be filed unless 
they have been reduced to writing and are actually translations 
of what is contained in the non-English language information. 
If no translation is submitted, the examiner will consider the 
information in view of the concise explanation and insofar as 
it is understood on its face, e.g., drawings, chemical formulas, 
English language abstracts, in the same manner that non- 
English language information in Office search files is consid- 
ered by examiners in conducting searches. 


A(3) Each information disclosure statement must further 
include a concise explanation of the relevance, as it is pres- 
ently understood by the individual designated in 37 CFR 
1.56(c) most knowledgeable about the content of the infor- 
mation, of each patent, publication, or other information 
listed that is not in the English language. The concise expla- 
nation may be either separate from the specification or 
incorporated therein. 


The requirement for a concise explanation of relevance is 
limited to information that is not in the English language. The 
explanation required is limited to the relevance as understood 
by the individual designated in 37 CFR 1.56(c) most knowl- 
edgeable about the content of the information at the time the 
information is submitted to the Office. If a translation of the 
information into English is submitted with the foreign language 
information, no concise explanation is required is no 


requirement for the translation to be verified. Where the infor- 


mation listed is not in the English language, but was cited in 
a search report by a foreign patent office in a counterpart 
foreign application, the requirement for a concise explanation 
of relevance can be satisfied by submitting an English language 
version of the search report which indicates the degree of 
relevance found by the foreign office. The requirement for a 
concise explanation of non-English language information 
would not be satisfied by a statement that a reference was cited 
in the prosecution of a parent, related, or copending United 
States application. 

The concise explanation may indicate that a particular figure 
or paragraph of the patent or publication is relevant to the 
claimed invention. It might be a simple statement pointing to 
similarities between the item of information and the claimed 
invention. It is permissible but not necessary to discuss differ- 
ences between the cited information and the claims. 

Applicants may, if they wish, provide a concise explanation 
of why English-language information is being submitted and 
how it is understood to be relevant. Concise explanations are 
helpful to the Office, particularly where documents are lengthy 
and complex and applicant is aware of a section that is highly 
relevant to patentablilty or where a large number of documents 
are submitted and applicant is aware that one or more are highly 
relevant to patentability. 


B. Time for Filing 


The procedure and requirements for submitting an informa- 
tion disclosure statement are linked to four stages in the pro- 
cessing of a patent application: (1) within three months of 
filing, or before first Office action, whichever is later; (2) after 
the period in (1), but before final Office action or a Notice of 
Allowance, whichever is earlier; (3) after the period in (2) but 
on or before the issue fee is paid; and (4) after the period in 
(3) and up to the time the patent application can be effectively 
withdrawn from issue. The procedures and requirements apply 
to applications filed under 35 U.S.C. 111 (utility), 161 (plants), 
171 (designs), and 251 (reissue), as well as international appli- 
cations entering the national stage under 35 U.S.C. 371. 
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The requirements based on the time when the information 
disclosure statement is filed are summarized as follows: 


Time when IDS is filed 


(1) Within 3 months of filing 
or before first Office action 
on the merits, whichever is 
later. 


(2) After (1) but before final 
action or notice of allow- 
ance. 


37 CFR 1.97 Requirements 
None (always considered). 


Certification or 1.17(p) fee. 


(3) After final action or notice and 
of allowance and before 


payment of issue fee. 


B(1) Statement filed BEFORE first action on the merits 
ee ee ee 


Certification, 
petition fee. 


petition, 


An information disclosure statement will be considered by the 
examiner if filed: 


(i) within three months of the filing date of a national 
application; 


(ii) within three months of the date of entry of the 
national stage as set forth in 37 CFR 1.491 in an international 
application; or 

(iii) before the mailing date of a first Office action on 
the merits, whichever event occurs last. A statement filed within 
ps period requires neither a fee nor a certification of prompt 

iling. 


The term “national application” includes continuing applica- 
tions (continuations, divisions, continuations-in-part) so three- 
months will be measured from the actual filing date of an 
application as apposed to the effective date of a continuing 
application. 

All information disclosure statements that comply with the 
content requirements of 37 CFR 1.98 and are filed within three 
months of the filing date will be considered by the examiner, 
— of whatever else has occurred in the examination 
—- to that point in time. Thus, in the rare instance that 

ce action or a notice of allowance is prepared and 
nthedasiet evodue Which toauceecemeteaiiedlite oan 
any information contained in a complete information disclosure 
statement filed within that three-month window will be consid- 
ered by the examiner. 

Likewise, an information disclosure statement will be consid- 
ered if it is filed later than three months after the filing date 
but before the mailing date of a first Office action on the merits. 
An action on the merits means an action which treats the 
—" of the claims in an application, as opposed to only 

ormal or procedural requirements. An action on the merits 
i for example, contain a rejection or indication of allow- 
ability of a claim or claims rather than just a restriction require- 
ment (37 CFR 1.142) or just a requirement for additional fees 
to have a claim considered (37 CFR 1.16(d)). Thus, if an 
application was filed on Jan. | and the first Office action on 
the merits was not mailed until six months later on July 1, the 
examiner would be required to consider any proper information 
disclosure statement filed prior to July 1. 

An information disclosure statement will be considered to 
have been filed on the day it was received in the Office, or on 
an earlier date of mailing if accompanied by a —— executed 
certificate of mailing under 37 CFR 1.8, or Express Mail certifi- 
cate under 37 CFR 1.10. An Office action is mailed on the 
date indicated in the Office action. 


B(2) Statement filed after B(1), but BEFORE mailing of 
final action or Notice of Allowance (37 CFR 1.97(c)). 
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An information disclosure statement will be considered by 
the examiner if filed after the period specified in B(1) above, 
but before the mailing date of either 


a final action under 37 CFR 1.113 or 
a notice of allowance under 37 CFR 1.311, 


whichever occurs first, provided: (1) the statement is accompa- 
nied by either a certification as specified in 37 CFR 1.97(e) or 
(2) the fee set forth in 37 CFR 1.17(p). If a final action or notice 
of allowance is mailed in an application and later withdrawn, the 
application will be considered as not having had a final action 
or notice of allowance mailed for purposes of considering an 
information disclosure statement. 


(i) If information submitted during the period set forth 
in 37 CFR 1.97(c) with a certification is used in a new ground 
of rejection on unamended claims, the next Office action will 
not be made final since in this situation it is clear that applicant 
has submitted the information to the Office promptly after it 
has become known and the information is being submitted prior 
to a final determination on patentability by the Office. However, 
the information submitted with a certification can be used in 
a new ground of rejection and the next Office action made 
final. If the new ground of rejection was necessitated by amend- 
ment of the application by applicant. Where the information 
is submitted during this period with a fee, the examiner may 
use the information submitted, e.g., printed publication or evi- 
dence of public use, and make the next Office action final 
whether or not the claims have been amended, provided that 
no other new ground of rejection which was not necessitated 
by amendmeat to the claims is introduced by the examiner. 
See MPEP 706.07(a). If a new ground of rejection is introduced 
that is neither necessitated by an amendment to the claims nor 
based on the information submitted with the fee set forth in 
37 CFR 1.17(p), the Office action shall not be made final. 


(ii) A certification under 37 CFR 1.97(e) must state 


(a) that each item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application not 
more than three months prior to the filing of the statement, or 

(b) that no item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application or, to 
the knowledge of the person signing the certification after 
making reasonable inquiry, was known to any individual desig- 
nated in 37 CFR 1.56(c), more than three months prior to the 
filing of the statement. 


A certification can contain either of two statements. One 
statement is that each item of information in an information 
disclosure statement was cited in a communication, such as a 
search report, from a patent office outside the U.S. in a counter- 
part foreign application not more than three months prior to 
the filing date of the statement. Under this certification, it does 
not matter whether any individual with a duty of disclosure 
actually knew about any of the information cited before 
zeceiving the search report. The date on the communication by 
the foreign patent office begins the three-month period in the 
same manner as the mailing of an Office action starts a three- 
month shortened statutory period for response. The date starting 
the three-month period is not the date the communication was 
received by a foreign associate or the date it was received by 
a U.S. registered practitioner. Likewise, the statement will be 
considered to have been filed on the date the statement was 
received in the Office, or on an earlier date of mailing if 
accompanied by a properly executed certificate of mailing under 
37 CFR 1.8, or Express Mail certificate under 37 CFR 1.10. 

The term counterpart foreign patent application means that 
a claim for priority has been made in either the U.S. application 
or a foreign application based on the other, or that the disclo- 
sures of the U.S. and foreign patent applications are substan- 
tively identical (e.g., an application filed in the Patent 
Office claiming the same U.K. priority as claimed in the U.S. 
application). 
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In the alternative, a certification can be made if no item of 
information contained in the information disclosure statement 
was cited in a communication from a foreign patent office in 
a counterpart foreign application and, to the knowledge of the 
person signing the certification after making reasonable inquiry, 
neither was it known to any individual having a duty to disclose 
more than three months prior to the filing of the statement. 

The phrase “after making reasonable inquiry” makes it clear 
that the individual making the certification has a duty to make 
reasonable inquiry regarding the facts that are being certified. 
The certification can be made by a registered practitioner who 
represents a foreign client and who relies on statements made 
by the foreign client as to the date the information first became 
known. A registered practitioner who receives information from 
a client without being informed whether the information was 
known for more than three months, however, cannot make the 
certification without making reasonable inquiry. For example, 
if an inventor gave a publication to the attorney prosecuting 
an application with the intent that it be cited to the Office, the 
attorney should inquire as to when that inventor became aware 
of the publication and should not submit a certification under 
37 CFR 1.97(e)(2) to the Office until a satisfactory response 
is received. The certification can be based on present, good faith 
knowledge about when information became known without a 
search of files being made. 

Certification need not be in the form of an oath or a declara- 
tion under 37 CFR 1.68. Certification by a registered prac- 
titioner or any other individual that the statement was filed 
within the three-month period of either first citation by a foreign 
patent office or first discovery of the information will be 
accepted as dispositive of compliance with this provision in the 
absence of evidence to the contrary. For example, a certification 
could read as follows: 


“T hereby certify that each item of information contained in 
this information disclosure statement was cited in a communica- 
tion from a foreign patent office in a counterpart foreign applica- 
tion not more than three months prior to the filing of this 
statement.”, or 


“T hereby certify that no item of information in the Informa- 
tion Disclosure Statement filed herewith was cited in a commu- 
nication from a foreign patent office in a counterpart foreign 
application or, to my knowledge after making reasonable 
inquiry, was known to any individual designated in 37 CFR 
1.56(c) more than three months prior to the filing of this Infor- 
mation Disclosure Statement.” 


An information disclosure statement may include two list and 
two certifications, similar to the above examples, in situations 
where some of the information listed was cited in a communica- 
tion from a foreign patent office not more than three months 
prior to filing the statement and some was not, but was not 
known more than three months prior to filing the statement. 

A copy of the foreign search report need not be submitted 
with the certification, but an individual may wish to submit an 
English-language version of the search report to satisfy the 
requirement for a concise explanation where non-English lan- 
guage information is cited. The time at which information “was 
known to any individual designated in 37 CFR 1.56(c)” is the 
time when the information was discovered in association with 
the application even if awareness of the materiality came later. 
The Office wishes to encourage prompt evaluation of the rele- 
vance of information and to have a date certain for determining 
if a certification can properly be made. A statement on informa- 
tion and belief would not be sufficient. Examiners should not 
remind or otherwise make any comment about an individual’s 
duty of candor and good faith, but questions about the adequacy 
of any certification received in writing by the Office should 
be directed to the Office of the Assistant Commissioner for 
Patents. 


B(3) Statement filed after B(2), but Prior to Payment of 
Issue Fee (37 CFR 1.97(d)). 


An information disclosure statement will be considered by 
the examiner if filed after the mailing date of either a final 
action under 37 CFR 1.113 or a notice of allowance under 37 
CFR 1.311, whichever occurs first, but before or simultaneous 
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with payment of the issue fee, provided the statement is accom- 
panied by: 


(i) a certification as specified in 37 CFR 1.97(e) (see 
the discussion in B(2)(ii) above), 

(ii) a petition requesting consideration of the informa- 
tion disclosure statement, and 

(iii) the petition fee set forth in 37 CFR 1.17(i)(1). 

These requirements are appropriate in view of the late stage 
of prosecution when the information is being submitted, i.e., 
after the examiner has reached a final determination on the 
patentability of the claims presented for examination. The peti- 
tion should be directed to the Group Director of the examining 
group handling the application. The petition need do nothing 
more than request consideration of the information being sub- 
mitted. Payment of the petition fee (37 CFR 1.17(i)(1)) and 
submission of the appropriate certification (37 CFR 1.97(e)) 
are the essential elements for having information considered 
at this advanced stage of prosecution. 

The requirements of 37 CFR 1.97 provide for consideration 
by the Office of information which is submitted within a reason- 
able time, i.e., within 3 months after an individual designated 
in 37 CFR 1.56(c) becomes aware of the information or within 
3 months of the information being cited in a communication 
from a foreign patent office in a counterpart foreign application. 
This undertaking by the Office to consider information would 
be available throughout the pendency of the application until 
the point where the patent issue fee was paid. If an applicant 
chose not to comply, or could not comply, with the requirements 
of 37 CFR 1.97(d), a continuing application could be filed to 
have the information considered by the examiner. The parent 
application could be permitted to become abandoned by not 
paying the issue fee required in the Notice of Allowance, for 
example, or by the filing of a file wrapper continuing application 
under 37 CFR 1.62. It would not be proper to make final a first 
Office action in the continuing application if the information 
submitted is used in a new ground of rejection. 


B(4) Statement filed after Payment of Issue Fee. 


After the issue fee has been paid on an application, it is 
impractical for the Office to attempt to consider newly sub- 
mitted information. Information disclosure statements filed 
after payment of the issue fee in an application will not be 
considered but will merely be placed in the application file. 
See C below. The application may be withdrawn from issue 
at this point, however, pursuant to 37 CFR 1.313(b)(5) so that 
the information can be considered in a continuing application. 
In this situation, a file wrapper continuing application under 
37 CFR 1.62 could be filed even though the issue fee had 
already been paid. The Office will consider the filing of a 
petition under 37 CFR 1.313(b)(5) as sufficient grounds to 
waive the requirement that an application under 37 CFR 1.62 
be filed before payment of the issue fee. Alternatively, for 
example, a petition pursuant to 37 CFR 1.313(b)(3) could be 
filed if applicant states that one or more claims are unpatentable. 
This statement that one or more claims are unpatentable over 
the information must be unequivocable. A statement that a 
serious question as to patentability of a claim has been raised, 
for example, would not be acceptable to withdraw an applica- 
tion from issue under 37 CFR 1.313(b)(3). 

If an application has been withdrawn from issue under one 
of the provisions of 37 CFR 1.313(b)(1)-(4), it will be treated 
as though no notice of allowance had been mailed and the issue 
fee had not yet been paid with regard to the time for filing 
information disclosure statements. Petitions under 37 CFR 
1.313(b) should be directed to the Office of Petitions in the 
Office of the Assistant Commissioner for Patents. 


B(5) Extensions of Time (37 CFR 1.97(f)) 


No extensions of time for filing an information disclosure 
statement are permitted under 37 CFR 1.136(a) or (b). If a bona 
fide attempt is made to comply with the content requirements of 
37 CFR 1.98, but part of the required content is inadvertently 
omitted, additional time may be given to enable full compliance. 


C. Examiner Handling of Information Disclosure State- 
ments 
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Information disclosure statements will be reviewed for com- 
pliance with the requirements of 37 CFR 1.97 and 1.98 as 
discussed in A and B above. Applicant will be notified of 
— and non-compliance with the rules as discussed 

low. 


C(1) Non-complying statements 


Pursuant to 37 CFR 1.97(i), submitted information, filed 
before the grant of a patent, which does not comply with 37 
CFR 1.97 and 1.98 will be placed in the file, but will not be 
considered by the Office. Information submitted after the grant 
of a patent must comply with 37 CFR 1.501. 


(i) If an information disclosure statement does not 
comply with the requirement based on the time of filing the 
statement as discussed in B above, including the requirements 
for fees and/or certification, the statement will be placed in the 
application file, but none of the information will be considered 
by the examiner. The examiner may use form paragraph 6.49 
which is reproduced below to inform applicant that the informa- 
tion has not been considered. Applicant may then file a new 
information disclosure statement or correct the deficiency in 
the previously filed statement but the date of that the statement 
or correction is filed will be the date of the statement for 
purposes of determining whether the requirements based on 
the time of filing the statement (37 CFR 1.97) have been 
complied with. 

The examiner should write “not considered” on an infor- 
mation disclosure statement where none of the information 
listed complies with the requirements, e.g., no copies of listed 
items submitted. The paper containing the disclosure statement 
or list will be placed in the record in the application file. The 
examiner will inform applicant that the information has not 
been considered and the reasons why by using form paragraph 
6.49. If the improper citation appears as part of another paper, 
e.g., an amendment, which may be properly entered and consid- 
ered, the portion of the paper which is proper for consideration 
will be considered. 


6.49 Information Disclosure Statement Not Considered 


The information disclosure statement filed" fails to comply 
with the provisions of MPEP 609 because”). It has been placed 
in the application file, but the information referred to therein 
has not been considered as to the merits. 


Examiner Note: 
See MPEP 609 for situations where use of this paragraph 
would be appropriate. 


(ii) If an information disclosure statement complies with 
the requirements based on the time of filing the statement as 
discussed in B above, including the requirements for fees and/ 
or certification, but part of the content requirements as discussed 
in A above has been inadvertently omitted, the examiner may 
set a one-month time period to correct the omission. Form 
paragraph 6.51 may be used for this purpose. 


6.51 Time Limit for Completing Information Disclosure 
Statement 


The Information Disclosure Statement filed on" does not 
comply with the requirements of 37 CFR 1.98 because”! Since 
the submission appears to be bona fide, but through an apparent 
oversight or inadvertence failed to comply with the necessary 
requirements, applicant is required to complete the statement 
within a time limit of one month from the date of this letter. NO 
EXTENSION OF THIS TIME LIMIT MAY BE GRANTED 
UNDER EITHER 37 CFR 1.136(a) OR (b). Failure to comply 
with this notice will result in the Information Disclosure State- 
ment being placed in the application file with the non-com- 
plying information not being considered. 


Examiner Note: 

This practice does not apply where there has been a deliberate 
omission of some necessary part of an information disclosure 
statement or where the requirements based on the time of filing 
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the statement as set forth in 37 CFR 1.97 have not been complied 
with. 


If a statement fails to comply with requirements as discussed 
in this section for an item of information, that item of informa- 
tion in the statement will not be considered and a line should 
be drawn through the citation to show that it has not been 
considered. However, other items of information that do comply 
with all the requirements will be considered by the examiner. 

If information is listed in the specification rather than in a 
separate paper, or if the other content requirements as discussed 
in A above are not complied with, the examiner will notify 
applicant in the next Office action that the information has not 
been considered. It should be noted, however, that no copy of a 
U.S. patent application is required to be submitted. See A(2)(iii) 
above. Where a U.S. patent application is properly cited, the 
examiner should obtain access to that file within the Office. 


C(2) Complying Statements 


The information contained in information disclosure state- 
ments which comply with both the content requirements as 
discussed in A above and the requirements based on the time 
of filing the statement as discussed in B above will be consid- 
ered by the examiner. 

Applicants, patent owners, reexamination requesters, pro- 
testers and others are encouraged to use form PTO-1449, “Infor- 
mation Disclosure Citation,” when preparing an information 
disclosure statement. A copy of this form is reproduced in this 
section to indicate how the form should be completed. This 
form will enable persons to comply with the requirements to 
list each item of information being submitted and to provide 
the Office with a uniform listing of citations and with a ready 
way to indicate that information has been considered. 

Examiners must consider all citations submitted in confor- 
mance with the rules and this section and place their initials 
adjacent the citations on a list or in the boxes provided on a 
form PTO-1449. If the citations are submitted on a list other 
than on a form PTO-1449, the examiner may write “all consid- 
ered” and his or her initials to indicate that all citations have 
been considered. If any of the citations are considered, a copy 
of the submitted list or form, as reviewed by the examiner, 
will be returned to the applicant with the next communication. 
The original copy of the form will be entered into the application 
file. The copy returned to applicant will serve both as acknowl- 
edgement of receipt of the information disclosure statement 
and as an indication that the references were considered by the 
examiner. Forms PTO-326 and PTOL-37 include a box to 
indicate the attachment of form PTO- 449. 

Information which complies with requirements as discussed 
in this section but which is in a non-English language will be 
considered in view of the concise explanation submitted (A(3) 
above) and insofar as it is understood on its face, e.g., drawings, 
chemical formulas, in the same manner that non-English lan- 
guage information in Office search files is considered by exam- 
iners in conducting searches. The examiner need not have the 
information translated unless it appears to be necessary to do 
so. The examiner will indicate that the non-English language 
information has been considered in the same manner as consid- 
eration is indicated for information submitted in English. The 
examiner should not require that a translation be filed by appli- 
cant. The examiner should not make any comment such as that 
the non-English language information has only been considered 
to the extent understood, since this fact is inherent. 

Since information is required to be listed in a separate paper 
rather than in the specification, there is no need to mark “All 
checked” or “Checked” in the margin of a specification con- 
taining citations. 

If a statement fails to comply with the requirements as dis- 
cussed in this section for an item of information, a line should 
be drawn through the citation to show that it has not been 
considered. The other items of information listed that do comply 
with the rules and this section will be considered by the exam- 
iner and will be appropriately initialed. 


D. Information Printed on Patent 


A citation listed on form PTO-1449 and considered by the 
examiner in accordance with this section will be printed on 
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the patent. A citation listed in a separate paper, equivalent to 
but not on form PTO-1449, and considered by the examiner 
in accordance with this section will be printed on the patent 
if the list is on a separate sheet which is clearly identified as 
an information disclosure statement and the list lends itself to 
easy capture of the necessary information by the Office printing 
contractor, i.e., each item of information is listed on a single 
line, the lines are at least double-spaced from each other, the 
information is uniform in format for each listed item, the list 
includes a column for the examiner’s initials to indicate that 
the information was considered. If a citation is not printed on 
the patent but has been considered by the examiner in accor- 
dance with this section, the patented file will reflect that fact 
as noted in C(2) above. 
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(79) Department of Commerce 


Patent and Trademark Office 


Request for Comments on the Chairman’s Text of the 
Diplomatic Conference on Certain Copyright and 
Neighboring Rights Questions, to be held in 
Geneva from December 2 to 20, 1996. 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice and request for public comments. 

Summary: As the Administration prepares for the Diplomatic 
Conference on Certain Copyright and Neighboring Rights 
Questions, to be held in Geneva from December 2 to 20, 1996, 
we invite interested parties to submit written comments on the 
Chairman’s text and to attend a public briefing to discuss the 
Chairman’s text of the Diplomatic Conference. During the 
briefing, Jukka Liedes, Chairman of the Committee of Experts, 
will discuss the text and will be available to answer questions. 
Dates: The briefing will be held on November 12, 1996, from 
1 p.m. to 5 p.m. 

Written comments on the Chairman’s text are due on or 

before November 22, 1996. 
Addresses: The briefing will be held in Marriott’s Crystal 
Forum, a part of the Crystal City Marriott Hotel located in 
The Underground, 1999 Jefferson Davis Highway, Arlington, 
Virginia. 

A transcript of the meeting will be made available for public 
inspection in room 902 of Crystal Park Two, 2121 Crystal 
Drive, Arlington, Virginia. The transcript will also be made 
available through the Patent and Trademark Office’s home 
page, which is located at www.uspto.gov. 

Written comments should be submitted to the Commissioner 
of Patents and Trademarks, Box 4, Patent and Trademark 
Office, Washington, D.C. 20231, marked to the attention of 
Ms. Carmen Guzman Lowrey, Associate Commissioner for 
Governmental and International Affairs. Written comments 
may also be submitted electronically by sending them to Mr. 
Keith Kupferschmid at diploconf@uspto.gov. 

All written comments received will be made available for 
public inspection in room 902 of Crystal Park Two, 2121 
Crystal Drive, Arlington, Virginia. 

For Further Information Contact: Mr. Keith M. Kupferschmid 
by telephone at (703) 305-9300, by facsimile at (703) 305- 
8885, by electronic mail at diploconf@uspto.gov or by mail 
marked to his attention and addressed to the Commissioner of 
Patents and Trademarks, Box 4, Patent and Trademark Office, 
Washington, D.C. 20231. It is not necessary for interested 
parties to contact the PTO to request to attend the briefing. 
Supplementary Information: The United States is committed 
to making progress in the World Intellectual Property Organiza- 
tion (WIPO) toward improving international protection for 
works protected by copyright and neighboring rights. We want 
to build upon the international intellectual property norms that 
were set in the Agreement on Trade-Related Aspects of Intellec- 
tual Property (TRIPs). This is essential, especially in view of 
the need to deal with the intellectual issues associated 
with the Global Information Infrastructure (GI). To accomplish 
this goal, the members of WIPO, with the leadership of the 
United States, are working to establish three new international 
agreements, commonly referred to as — 
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¢ A Protocol to the Berne Convention for the Protection of 
Literary and Artistic Works, which would modernize the Berne 
Convention to take into account new forms of expression and 
new uses of copyrighted works that have evolved due to techno- 
logical developments since the Berne Convention’s most recent 
revision in 1971. 


¢ A New Instrument for the Protection of Performers and 
Producers of Phonograms, which would improve international 
standards of protection for sound recordings, and protect the 
rights of certain performers in respect of their live perfor- 
mances. 


¢ A Treaty for the Sui Generis Protection of Databases, 
which would ensure adequate incentives to invest in creating 
databases, through a new type of protection that would safe- 
guard databases against destruction of their commercial value. 


These agreements would provide the levels of protection for 
both copyright and neighboring rights that are critical to the 
development of the commercial potential of the GI. 

Much progress has been made in the negotiations in WIPO 
through the submission of treaty proposals by the United States 
and other countries. Based on these submissions and the views 
expressed in meetings of the Committee of Experts, the 
Chairman of the Committee of Experts has prepared three draft 
treaties which address digital and conventional copyright issues. 
These proposed treaties will be taken up at a Diplomatic Confer- 
ence on Certain Copyright and Neighboring Rights Issues to 
be convened December 2-20, in Geneva at WIPO headquarters. 

As the Administration prepares for the Diplomatic Confer- 
ence, we invite interested parties to submit written comments 
on the Chairman’s text of the draft treaties. These comments 
should be received by the PTO no later than November 22, 
1996. : 

In addition, to facilitate a better understanding of the text 
of the draft treaties, the PTO will hold a briefing to discuss 
them. During the briefing, Jukka Liedes, Chairman of the Com- 
mittee of Experts, will discuss the text and will be available 
to answer questions. 

Copies of the draft treaties and other information relevant 
to the Diplomatic Conference can be found at the PTO’s home 
page, located at www.uspto.gov. Copies of the draft treaties 
will also be available at the briefing and upon request. 


BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(80) Department of Commerce 


Patent and Trademark Office 


Notice of Hearings and Request for Comments on Issues 
Relating to Patent Protection for Nucleic Acid Sequences 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Hearings and Request for Comments. 
Summary: The Patent and Trademark Office (PTO) will hold 
public hearings, and it requests comments, on issues relating 
to patent protection for nucleic acid sequences. Interested mem- 
bers of the public are invited to testify at public hearings and 
to present written comments on any of the topics outlined in 
the supplementary information section of this notice. 

Dates: Public hearings will be held on Tuesday, April 16, 1996, 
from 9:00 a.m. until 1:00 p.m., and Tuesday, April 23, 1996, 
from 9:00 a.m. until 1:00 p.m. 

Those wishing to present oral testimony at any of the hearings 
must request an opportunity to do so no later than Friday, April 
12, 1996, for the April 16 hearing, or Friday, April 19, 1996, 
for the April 23 hearing. 

Speakers may provide a written copy of their testimony for 
inclusion in the record of the proceedings no later than Monday, 
May 6, 1996. 

Written comments will be accepted by the PTO until April 
23, 1996. 
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Written comments and transcripts of the hearings will be 
available for public inspection on or about Monday, May 13, 
1996. 

Addresses: The April 16 hearing will be held from 9:00 a.m. 
until 1:00 p.m. at the University of California, San Diego, 
International Center, 9500 Gilman Drive, La Jolla, California. 

The April 23 public hearing will be held from 9:00 a.m. 
until 1:00 p.m. in Suite 912, Commissioner’s Conference 
Room, Crystal Park Two, 2121 Crystal Drive, Arlington, Vir- 


ginia. 

Requests to testify should be sent to Esther Kepplinger by 
telephone at (703) 308-2339, by facsimile transmission at (703) 
305-3601, or by mail marked to her attention addressed to the 
Assistant Commissioner for Patents, Box Comments-Patents, 
Washington, D.C. 20231. No request for oral testimony will 
be accepted through electronic mail. 

Written comments should be addressed to the Assistant Com- 
missioner for Patents, Box Comments-Patents, Washington, 
D.C. 20231, marked to the attention of Esther Kepplinger. 
Comments may also be submitted by facsimile transmission at 
(703) 305-3601, with a confirmation copy mailed to the above 
address, or by electronic mail over the Internet to sequences @- 
uspto.gov. 

Written comments and transcripts of the hearings will be 

maintained for public inspection in Suite 520 of Crystal Park 
One, 2011 Crystal Drive, Arlington, Virginia. Transcripts and 
comments provided in machine readable format will also be 
available through anonymous file transfer protocol (ftp) via the 
Internet (address: sequences @uspto.gov). 
For Further Information Contact: Esther Kepplinger by tele- 
phone at (703) 308-2339, by facsimile transmission to (703) 
305-3601, by electronic mail at ekepplin@uspto.gov, or by 
mail marked to her attention addressed to the Assistant Commis- 
sioner for Patents, Box Comments-Patents, Washington, D.C. 
20231. 


Supplementary Information: 


I. Background 


Biotechnology is projected to be an important growth 
industry from now until well into the twenty-first century, 
particularly in the United States, which has been a leader in 
this rapidly developing industry. The PTO has taken a very 
active role in working together with its customers to simplify 
and standardize PTO policies and procedures and to encourage 
and promote the growth of this industry. Nevertheless, PTO 
needs to continue to seek ways to improve its responsiveness 
to its customers and to more effectively address the needs 
of the industry. In order to address both current and future 
challenges, the PTO is seeking the assistance and advice of 
the public. 

With the growth of the biotechnology industry have come 
significant changes in the process of research, development 
and commercialization of biotechnology inventions. For at least 
a decade, patent applications claiming nucleic acid sequences, 
such as genes composed of deoxyribonucleic acid (“DNA”), 
have been examined and granted patent rights by the PTO 
pursuant to 35 U.S.C. 131. These sequences typically encode 
known proteins or proteins for which an applicant has discov- 
ered a function. Scientific and technological advances have 
permitted researchers to identify large numbers of gene frag- 
ments rapidly. The ease of using automated techniques for 
sequencing large numbers of random nucleic acid fragments 
has resulted in the filing of a growing number of patent applica- 
tions each claiming thousands of nucleic acid sequences. Han- 
dling patent applications containing large numbers of sequences 
creates a significant processing problem for the PTO. While 
the PTO has acquired sophisticated and costly computer hard- 
ware and software necessary to process and search applications 
containing such sequences, the search and examination of the 
sequences will significantly overtax the existing system and 
may necessitate the acquisition of many additional, expensive, 
massively parallel processor computers to complete the search 
of the prior art and examination in a reasonable time. Human 
resources to analyze the computer search results greatly exceeds 
the computer time necessary to run the search. 

PTO estimates that the computer search time for one hundred 
sequences, each of which do not exceed several hundred nucleo- 
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tides in length, is about fifteen hours and the examiner time 
for evaluating the sequence search results is about sixty-five 
hours. Based on searching 100,000 sequences a year, the esti- 
mated cost for computer search time for one hundred sequences 
is $1,800. Although the number of cases involving large num- 
bers of sequences presently before the PTO is relatively small, 
it is estimated that the cost to search and examine these cases 
alone will be $12 million. These estimates represent searches 
of commercially available databases by a massively parallel 
processor computer. 

As in any technology, the PTO must search the entire scope 
of the claimed invention. Typical biotechnology patent applica- 
tions drawn to DNA sequences claim the exact sequence dis- 
closed but include various other broader claims. For example, 
typical claims include the sequence and any sequence having 
a certain percentage identity or homology to the sequence or 
any sequence which hybridizes to the sequence, with or without 
the conditions of binding being recited. Others recite the 
sequence or any fragment of the sequence having a particular 
length of nucleotides. These claims are largely responsible for 
the lengthy search and evaluation times and the high resultant 
costs to the PTO. Additionally, the presence of thousands of 
individual sequences per application represents an enormous 
search and examination challenge. This is particularly true if 
the sequences represent different proteins because the search 
for one sequence provides no useful data for another sequence. 

The number of applications with large numbers of nucleic- 
acid sequences continues to grow and, because of technological 
advances in the identification of genes, it is believed that the 
growth will continue. 

Applications that claim excessively long sequences present 
similar challenges, since the claimed sequence must be broken 
up into numerous smaller sequences in order to be searched. 

Appropriate policies must be established to address these 
challenges in ways that help protect the inventions of all appli- 
cants without creating an imbalance in the appropriation of 
resources within and among the technologies and Examining 
Groups of the PTO. These policies must permit the timely and 
thorough examination of all applications which require the 
same physical and human resources for completion. 


II. Issues for Public Comment 


Interested members of the public are invited to testify or to 
present written comments related to the above topics, including 
the following issues: 


1. Is there a more cost-effective way to search and examine 
applications containing large numbers of sequences or exces- 
sively long sequences, in view of the PTO’s limited human 
and computer resources? 


2. How should the significantly higher cost associated with 
searching applications claiming large numbers of sequences or 
very long sequences be underwritten? For example: 


a) By fees from all applications? 

b) By fees from the biotechnology industry applications only? 

c) By fees from those specific applications involving large 
numbers of sequences or extraordinarily long sequences? 


3. To assist PTO in addressing the described challenges, do 
you have any specific suggestions which would facilitate the 
implementation of short-term solutions? Do you have any sug- 
gestions on how the PTO can address long-term solutions? 


III. Guidelines for Oral Testimony 


Individuals wishing to testify at the hearings must adhere to 
the following guidelines: 


1. Requests to testify must include the speaker’s name, affilia- 
tion, title, phone number, fax number, mailing address, and 
Internet mail address (if available). 


2. Speakers will be provided between seven and fifteen minutes 
to present their remarks. The exact amount of time allocated 
per speaker will be determined after the final number of parties 
testifying has been determined. All efforts will be made to 
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accommodate requests presented before the day of the hearing 
for additional time for testimony. 


3. Requests to testify may be accepted on the date of the hearing 
if sufficient time is available on the schedule. No one will be 
permitted to testify without prior approval. 


A schedule providing approximate times for testimony will 
be provided to all speakers the morning of the day of the 
hearing. 

Speakers are advised that the schedule for testimony may 
be subject to change during the course of the hearings. 


IV. Guidelines for Written Comments 
Written comments should include the following information: 
1. Name and affiliation of the individual responding. 


2. If applicable, an indication of whether comments offered 
represent views of the respondent’s organization or are the 
respondent’s personal views. 


3. If applicable, information on the respondent’s organization, 
including the type of organization (e.g., business, trade group, 
university, non-profit organization) and general areas of 
interest. 


Information that is provided pursuant to this notice will be 
made part of the public record. In view of this, parties should 
not provide information they do not wish publicly disclosed. 
Parties who would like to rely on confidential information to 
illustrate a point being made are requested to summarize or 
otherwise provide the information in a way that will permit its 
public disclosure. 

Parties offering testimony or written comments should pro- 
vide their comments in machine readable format, if possible. 
Such submissions should be provided by electronic mail mes- 
sages over the Internet, or on a 3.5" floppy disk formatted for 
use in either a Macintosh or MS-DOS based computer. Machine 
readable submissions should be provided as unformatted text 
(e.g., ACSII or plain text), or as formatted text in one of the 
following file formats: Microsoft Word (Macintosh, DOS or 
Windows versions) or WordPerfect (Macintosh, DOS or Win- 
dows versions). 


V. Guidelines for Comments via Internet 


Comments received via the Internet should include the same 
information requested in the guidelines set out for written com- 
ments. 


VI. Other Information 


Questions regarding the facilities and lodging in the La Jolla, 
California, area should be directed to the University of Cali- 
fornia, San Diego, Special Events, by telephone at (619) 534- 
6386, or by fax to (619) 534-0905. Parking permits are required 
for on-campus parking and may be purchased in advance 
through the Parking Office or on April 16 at Information booths 
at the university. Questions regarding parking should be 
directed to the Special Events Parking Office at (619) 534- 
9682, or by fax to (619) 534-9685. 


March 6, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
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(81) Department of Commerce 


Patent and Trademark Office 


Notice of Hearings and Request for Comments on Issues 
Relating to Patent Protection for Therapeutic and Diag- 
nostic Methods. 


Agency: Patent and Trademark Office, Commerce 
Action: Notice of Hearings and Request for Comments. 
Summary: The Patent and Trademark Office (PTO) will hold 
public hearings, and it requests comments, on issues relating 
to patent protection for therapeutic and diagnostic methods. 
Interested members of the public are invited to testify at public 
hearings and to present written comments on any of the topics 
outlined in the supplementary information section of this notice. 
Dates: A public hearing will be held on Thursday, May 2, 
1996, starting at 9:00 a.m. and ending no later than 5:00 p.m. 
Those wishing to present oral testimony at the hearing must 
— an opportunity to do so no later than Friday, April 26, 
1996. 


Written comments on the topics presented in the supplemen- 
tary information section of this notice will be accepted by the 
PTO until Friday, May 17, 1996. 

Written comments and transcripts of the hearing will be 
available for public inspection on or about June 14, 1996. They 
will be maintained for public inspection in Room 902 of Crystal 
Park Two, 2121 Crystal Drive, Arlington, Virginia. 
Addresses: The hearing will be held from 9:00 a.m. to 5:00 
p.m. in Suite 912, Commissioner’s Conference Room, Crystal 
Park Two, 2121 Crystal Drive, Arlington, Virginia. 

Requests to testify should be sent to Richard Wilder by 
telephone at (703) 305-9300, by facsimile transmission at (703) 
305-8885, or by mail marked to his attention addressed to the 
U.S. Patent and Trademark Office, Office of Legislative and 
International Affairs, Box 4, Washington, D.C. 20231. 

Written comments should be addressed to Richard Wilder, 

U.S. Patent and Trademark Office, Office of Legislative and 
International Affairs, Box 4, Washington, D.C. 20231. Com- 
ments may also be submitted by facsimile transmission at (703) 
305-8885, with a confirmation copy mailed to the above 
address. 
For Further Information Contact: Richard Wilder by telephone 
at (703) 305-9300, by facsimile transmission to (703) 305- 
8885, or by mail marked to his attention addressed to the Office 
of Legislative and International Affairs, Box 4, Washington, 
D.C. 20231. 


Supplementary Information: 


I. Background 


On March 3, 1995, H.R. 1127, the “Medical Procedures 
Innovation and Affordability Act,” was introduced. H.R. 1127 
would exclude from patentability any technique, method, or 
process for performing a surgical or medical procedure, admin- 
istering a surgical or medical therapy, or making a medical 
diagnosis. In this notice, the foregoing subject matter is referred 
to collectively as “therapeutic and diagnostic methods.” The 
bill would, however, allow claims to such techniques, methods, 
or processes that are performed by or as a necessary component 
of a machine, manufacture, or composition of matter that is 
otherwise patentable. On October 19, 1995, the Subcommittee 
on Courts and Intellectual Property, Committee on the Judi- 
ciary, U.S. House of Representatives (“Congressional 
Hearing”) held a hearing on H.R. 1127. 

On October 18, 1995, S. 1334, the “Medical Procedures 
Innovation and Affordability Act”, was introduced. While S. 
1334 would not exclude subject matter from patentability, as 
would H.R. 1127, it would grant limited immunity from patent 
infringement to certain persons. S. 1334 provides that a patient, 
physician, or other licensed health care practitioner, or a health 
care entity with which a physician or licensed health care 
practitioner is professionally affiliated, would be free to use 
or induce others to use a patented technique, method, or process 
for performing a surgical or medical procedure, administering 
a surgical or medical therapy, or making a medical diagnosis. 
This immunity would not extend, however, to the “use of, or 
inducement to use, such a patented technique, method, or pro- 
cess by any persor engaged in the commercial manufacture, 
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sale, or offer for sale of a drug, medical device, process, or 
other product that is subject to regulation under the Federal 
Food, Drug, and Cosmetic Act or the Public Health Service 
Act.” 

The critics of the patenting and/or enforcement of surgical 
and medical procedure patents believe that “it is unethical 
for physicians to seek, secure or enforce patents on medical 
procedures.” “Report 1 of the Council on Ethical and Judicial 
Affairs (A-95), Patenting of Medical Procedures,” p. 9, the 
American Medical Association (1995) (“AMA Report”). The 
bases for this belief are that such patents restrict access to 
patented procedures, increase costs of medical care, and inter- 
fere with patient confidentiality. See, AMA Report, pp. 3-6. 

It is not the purpose of the PTO hearing to discuss the ethics 
of patenting therapeutic and diagnostic method patents. Nor is 
it the purpose of the hearing to consider economic analyses of 
patenting therapeutic and diagnostic method patents. Rather, 
the purpose of the hearing is to consider whether the problems 
identified by the proponents of H.R. 1127 and S. 1334, some 
of which are discussed above, can be solved administratively, 
rather than legislatively. In this regard, the AMA Report draws 
a distinction between inventions in the field of therapeutic and 
diagnostic methods that are “worthy” of patent protection and 
those that are not. The Report states, at p. 8, that 


rigorous application of the standard [of obviousness] would 
not only remove the procedures which are currently causing 
an uy in the medical community from patent protection 
but would ensure that procedures worthy of patent protection 
could come into existence. It seems reasonable to assert that 
generally the procedures which were non-obvious would be 
the ones that required additional incentives and economic 
investment. 


The requirement of non-obviousness, along with novelty, is 
one of the basic requirements to be met prior to a patent being 
granted. The novelty requirement ensures that a patent is not 
granted when the claimed invention is identical to an invention 
found in the “prior art.” The purpose of the obviousness stan- 
dard is to ensure that an invention, even though novel, is not 
granted patent protection if it would have been obvious at the 
time the invention was made to a person of ordinary skill in 
the art or technology to which the invention pertains. 

Accordingly, at the Congressional Hearing, the Administra- 
tion offered to hold hearings at the PTO to determine the extent 
to which and how the problems presented by the patenting of 
therapeutic and diagnostic methods can be solved by changes 
in standards and practices within the PTO. In a letter from The 
Honorable Carlos J. Moorhead, Chairman of the Subcommittee 
on Courts and Intellectual Property, House Committee on the 
Judiciary, to PTO Commissioner Bruce Lehman, Chairman 
Moorhead requested the PTO to convene hearings “to determine 
whether the problems identified by the proponents of H.R. 1127 
could be solved administratively, rather than legislatively.” 
Chairman Moorhead suggested several areas of inquiry for such 
PTO hearings and those areas of inquiry are identified in the 
following section. 


II. Issues for Public Comment 


Interested members of the public are invited to testify and/ 
or present written comments on issues they believe to be rele- 
vant to the discussion topics outlined below. Questions fol- 
lowing each topic are included to identify specific issues upon 
which the PTO is interested in obtaining public input. 

Information that is provided pursuant to this notice will be 
made part of a public record. In view of this, parties should 
not provide information that they do not wish to be publicly 
disclosed. Parties who would like to rely on confidential infor- 
mation to illuszate a point being made are requested to summa- 
rize or otherwise provide the information in a way that will 
permit its public disclosure. Individuals with questions 
regarding submission of such information may contact Richard 
Wilder at the numbers listed above for further information. 


A. Application of the Standards of Patentability, PTO 
Resources, and Reexamination 
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Chairman Moorhead, in his letter to Commissioner Lehman, 
stated the following: 


(At the Congressional Hearing) there appeared to be a great 
deal of concern that the PTO has issued patents in the field 
of therapeutic and diagnostic methods that fail to meet current 
patentability standards. This concern implies a need to 
inquire into the standards applied by the PTO, including 
obviousness, in determining whether or not to issue a patent. 
It also implies a need to examine the resources available to 
the PTO to be used in the examination process, including 
the prior art available to examiners. It may also be worthwhile 
to consider whether changes to the patent reexamination 
process may be useful. 


1. Application of Patentability Standards by the PTO 


In the field of therapeutic and diagnostic methods, as in any 
other technical field, the PTO applies the statutory standards 
for patentability, which include novelty, 35 U.S.C. 102, and 
non-obviousness, 35 U.S.C. 103. To receive a patent, an inven- 
tion for which patent protection is sought must comply with 
all statutory requirements of patentability. The PTO examines 
each patent application on its own merits and does not apply per 
se rules regarding novelty, obviousness, or any other statutory 
requirement of patentability. Furthermore, the PTO strives to 
ensure that its examining practices reflect appropriate scientific 
and technological standards. The PTO thus seeks public input 
to help ensure that it is properly construing and applying the 
statutory requirements of patentability in the field of surgical 
and medical methods. 


Are you aware of any problems related tc the maraner in which 
the requirements under 35 U.S.C. 102 and 103 are administered 
by the PTO for claims drawn to a therapeutic and diagnostic 
method? If so, please identify those problems with particularity, 
citing, if appropriate, specific situations or examples and pro- 
viding steps that may be taken to solve the problems. 


In responding to this question, you may wish to draw a 
distinction between problems caused by a lack of clarity of the 
legal standards governing 35 U.S.C. 102 and 103, as developed 
and interpreted by the Federal courts, and those caused by how 
those legal standards are applied by the PTO. 


2. PTO Resources for the Search and Examination of Appli- 
cations Directed to Therapeutic and Diagnostic Methods 


In making a determination as to patentability under 35 U.S.C. 
102 and 103, the examiner must compare the claimed invention 
with the prior art. The prior art can, inter alia, comprise knowl- 
edge, use, offer for sale, or a sale in the United States or U.S. 
or foreign patents or publications. Proponents of H.R. 1127 
and S. 1334 argue that the PTO does not have access to all 
materials that comprise the prior art in the field of therapeutic 
and diagnostic methods. This is particularly so, they argue, in 
the case of prior uses of inventions that are not reported in 
journals, patents, or other publications. In this regard, testimony 
is solicited on the following points: 


Do you believe that the prior art collection relating to thera- 
peutic and diagnostic methods to which examiners in the PTO 
have access is deficient? If so, please suggest ways in which 
the prior art collection may be improved. 


In responding to this question you may wish to draw a 
distinction between prior art that may not be included in a 
printed publication (including; for example, prior uses, 
including procedures performed in operating rooms and physi- 
cians’ offices, prior knowledge, and prior sales) and prior art 
that is embodied in a printed publication. You may wish to 
comment on how the PTO can obtain access to obscure papers 
and other hard-to-obtain technical publications. 


3. Reexamination of Patents in the Field of Therapeutic 
and Diagnostic methods 


A person may conclude that a patent is invalid and want to 
challenge its validity on the basis of a “prior art” reference that 
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was not considered by the PTO during the original examination. 
Proponents of H.R. 1127 and S. 1334 argue that it can be costly 
to challenge the validity of a patent in court. An alternative to 
challenging such a patent in court is to request that the patent 

be reexamined in the PTO on the basis of that newly discovered 
reference. 35 U.S.C. 301. The bases upon which reexamination 
may be sought and the degree of participation of a person 
seeking reexamination are currently quite limited. Proponents 
of H.R. 1127 and S. 1334 cite these limitations as dissuading 
third parties from seeking reexamination and relying on litiga- 
tion instead when a patent they consider invalid is asserted 
against them. 

Another bill before Congress, H.R. 1732, would provide a 
more effective reexamination procedure by permitting greater 
participation by reexamination requesters throughout a reexam- 
ination proceeding, with a right of appeal for the requester. 
The bill would also allow the PTO to consider matters under 
35 U.S.C. 112, first paragraph, except for best mode affecting 
patent validity, in addition to those based on the prior art. Some 
persons practicing in the field of therapeutic and diagnostic 
methods suggest that the changes contemplated in H.R. 1732 
are not sufficient. In particular, they suggest that the basis upon 
which reexamination may be requested should be expanded to 
include prior art consisting of unpublished prior use, including 
medical procedures performed in operating rooms and physi- 
cians’ offices. This gives rise to the following question: 


Do you think the current reexamination statute requires modi- 
fication to solve the concerns of persons practicing in the field 
of therapeutic and diagnostic methods beyond those contem- 
plated in H.R. 1732? If so, 


(a) please identify with specificity the modifications 
deemed necessary to solve the concerns; and 

(b) explain the implications of such modifications, not 
only for patent owners, but for the PTO. 


B. Publication of Patent Information 


Chairman Moorhead, in his letter to Commissioner Lehman, 
stated the following: 


We also heard from witnesses that patent protection in the 
field of therapeutic and diagnostic methods exercises a 
chilling effect on the publication or dissemination of knowl- 
edge in the field. I believe it would be worthwhile at the 
hearings you have proposed to look into ways in which 
information contained in patent documents could be made 
more easily and widely available to the medical community. 
Perhaps a discussion on the role of early publication of patent 
applications would be useful here. 


Proponents of H.R. 1127 and S. 1334 contend that patenting 
therapeutic and diagnostic methods may have a chilling effect 
on the development of new medical knowledge by creating 
an atmosphere of secrecy among physicians to protect their 
proprietary interests. One of the basic requirements of the patent 
law is that an applicant must disclose his or her invention in 
a manner sufficiently clear so that others skilled in the art are 
taught how to make and use it. Once issued, a patent is pub- 
lished, and, thus, the public can read the information and learn 
from it. Another bill before Congress, H.R. 1733, would 
improve the information-dissemination function of patent docu- 
ments. H.R. 1733 would require the PTO to publish patent 
applications no later than 18 months after the earliest effective 
filing date claimed by the patent applicant. 


1. Does the medical community use information in granted 
U.S. patents or published foreign applications or patents, in 
particular such information concerning therapeutic and diag- 
nostic methods? 


(a) If not, why not? If so, in what way is that information 
9 


(b) In either case, are there ways in which the dissemina- 
tion of such information can be i ved, both in terms of the 
form in which it is presented and its channels of distribution? 
For example, would the publication of patent applications as 
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contemplated by H.R. 1733 improve the information-dissemi- 
nation ion of patent documents? 


2. Would the absence of patent protection for inventions of 
therapeutic and diagnostic methods lead to a reduction in the 
dissemination of information in that field due to a desire to 
protect such inventions as trade secrets? 


3. Does the availability of patent protection for inventions 
in the field of therapeutic and diagnostic methods inhibit the 
publication or dissemination of knowledge in the field? If so, 
in what way and to what extent? 


C. Experimental Use 


Chairman Moorhead, in his letter to Commissioner Lehman, 
stated the following: 


The medical community has expressed concern that patent 
protection for therapeutic and diagnostic methods will have 
a chilling effect on the “peer review” of such procedures. 
Some of the proponents of H.R. 1127 have suggested that 
this concern may be overcome through a more expansive 
application of the “experimental use doctrine.” An inquiry 
into this matter may be useful at the hearings that the Admin- 


istration has proposed. 


(NOTE: The PTO has solicited written comments on the 
experimental use defense to patent infringement. See, Public 
Hearings and Request for Comments on Economic Aspects 
of the U.S. Patent System, 58 FR 68394 (December 27, 
1993); Cancellation of Public Hearings on Economic Aspects 
of the U.S. Patent System, 59 FR 1935 (January 12, 1994); 
and Notice of Public Hearings and Request for Comments 
on Patent Protection for Biotechnological Inventions, 59 FR 
45267, (September 1, 1994).) 


A concern among medical professionals is that the existence 
of patents on therapeutic and diagnostic methods has a chilling 
effect on the study of such procedures. In particular, there is 
concern that the need to seek and obtain a license to practice 
a patented procedure will restrict “peer review” whereby experi- 
mentation and testing of such procedures are carried out to 
assess their quality and safety. It has been suggested that some 
of these concerns could be avoided by expansion of the “experi- 
mental use doctrine.” See, AMA Report, p. 5. This doctrine 
would exempt from infringement certain acts considered purely 
experimental, unrelated to any commercial use of the patented 
invention. Yet, other than limited provisions allowing for testing 
of patented pharmaceutical products for purposes of regulatory 
approval (e.g., § 271 (e)(1) of title 35, United States Code), 
existing law does not provide a general, statutory defense 
against a charge of infringement for experimental use of pat- 
ented technology. 


Despite this, the Federal courts have recognized a limited 
defense to a charge of patent infringement based on use of the 
patented technology for experimental purposes. This defense, 
referred to as the experimental use defense, has been raised 
infrequently, and when considered has been construed very 
narrowly. There are few cases elaborating the nature of the 
defense, primarily because patent rights are not frequently 
enforced against members of the public that use the patented 
technology for purely experimental purposes. In these cases, 
the courts have not recognized the defense where the accused 
infringer has engaged in use of the patented invention for 
purposes of commercially exploiting the invention, rather than 
for increasing his or her understanding of the invention. In 
cases in which the defense has been raised successfully, the 
experimental use in question was to ascertain how the invention 
functioned or for purely philosophical or academic reasons. 

Proponents of H.R. 1127 and S. 1334 contend that the need 
for an experimental use exception in the field cf therapeutic and 
diagnostic methods is greater than in other fields of technology, 
including the fields of pharmaceuticals or medical devices. 
They argue first that, while the Food and Drug Administration 
has responsibility for regulating pharmaceuticals or medical 
devices, peer review serves as the primary regulatory mecha- 
nism for therapeutic and diagnostic methods. Second, they 
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argue that a patent on a surgical or medical procedure acts as 
a barrier to peer review that could lead to a decrease in the 
quality and safety of such procedures. Given these two postu- 
lates, proponents of H.R. 1127 and 1334 conclude that an 
expanded form of the experimental use doctrine is needed. 


The foregoing discussion raises the following questions: 


1. Does the grant of patent protection for therapeutic and 
diagnostic methods impose a “chilling” effect on the peer 
review of such procedures? 


2. If the answer to question 1 is “yes,” explain how such 
patents have such a “chilling” effect. 


3. If the answer to question 1 is “yes,” do you think modifica- 
tion of the present experimental use exception would reduce 
or eliminate such a “chilling” effect? 


4. If the answer to question 3 is “yes,” how should the 
experimental use exception be modified to reduce or eliminate 
such a “chilling” effect? In particular, 


(a) What activities involving a patented invention should 
be exempted from infringement under the experimental use 
exception? 

(b) Which entities should be able to take advantage of 
such an experimental use exception? That is, should it be limited 
to physicians or health care providers or should it extend to 
legal entities with which physicians or health care providers 
are affiliated? 

(c) What gains or losses to levels of basic research, inven- 
tive activity, and investment in research-intensive industries, 
if any, would you expect to occur if the nature of the present 
experimental use defense to infringement was modified as you 
suggest? 


D. Foreign and International Experience 


Chairman Moorhead, in his letter to Commissioner Lehman, 
stated the following: 


As you know, many countries, including developed industri- 
alized countries, exclude therapeutic and diagnostic methods 
from patentability. I think it would be useful to invite testi- 
mony on the way in which exceptions from patentability of 
therapeutic and diagnostic methods are provided for in the 
laws of other countries, the ways in which those exclusions 
are implemented, and the effect such exclusions have on the 
medical community and industry. 


The proponents of H.R. 1127 and S. 1334 have argued that 
many countries exclude therapeutic and di: tic methods 
from patent protection and that the United States should follow 
their lead and “harmonize” our law with theirs. Testimony is 
invited in this regard in response to the following questions: 


1. Identify countries that exclude therapeutic and diagnostic 
methods from patentability. As to such exclusions, identify: 


(a) the way in which exceptions from patentability of thera- 
peutic and diagnostic methods are provided for in the laws of 
other countries (for example, whether they are specifically 
excluded or defined as not being industrially applicable); 


(b) the ways in which those exclusions are implemented (for 
example, whether they are strictly or liberally construed by 
offices in those countries that grant patents); 


(c) the effect such exclusions have on the medical community 
and industry in countries that maintain them; 


(d) any international obligations that would prevent such 
countries from continuing such exclusions; and 


(e) the rationale for providing such exclusions. 
2. Identify countries that grant limited immunity from patent 
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infringement to certain that ice therapeutic and 


persons practi 
diagnostic methods. As to such limited immunity, identify: 


(a) the way in which such limited immunity is provided for 
in the laws of other countries (for example, whether it is part 
of such countries’ patent law or general tort law); 


(b) the ways in which such limited immunity is implemented 
in practice; 


(c) the effect such limited immunity has on the medical 
community and industry in countries that provide for such 
immunity; 


(d) any international obligations that would prevent such 
countries from continuing such limited immunity; and 


(e) the rationale for providing such limited immunity from 
patent infringement. 


Ill. Guidelines for Oral Testimony 


Individuals wishing to testify must adhere to the following 
guidelines: 


1. Anyone wishing to testify at the hearings must request an 
opportunity do so no later than Friday, April 26, 1996. Requests 
to testify may be on the date of the hearing if sufficient 
time is available on the schedule. No one will be permitted to 
testify without prior approval. 


2. Requests to testify must include the speaker’s name, affilia- 
tion, and title, phone number, fax number, and mailing address. 


3. Speakers will be provided between 5 and 15 minutes to 
present their remarks. The exact amount of time allocated per 
speaker will be determined after the final number of parties 
testifying has been determined. All efforts will be made to 
accommodate requests for additional time for testimony pre- 
sented before the day of the hearing. 


4. Speakers may provide a written copy of their testimony for 
inclusion in the record of the proceedings. These remarks should 
be provided no later than Friday, May 17, 1996. 


5. Speakers must adhere to guidelines established for testimony. 
These guidelines will be provided to all speakers on or before 
Wednesday, May 1, 1996. A schedule providing approximate 
times for testimony will be provided to each speaker prior to 
the hearing. Speakers are advised that the schedule for testi- 
mony will be subject to change during the course of the hear- 
ings. 

(Authority: 35 U.S.C. 6(a)) 
March 7, 1996 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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nen gle nt ee me on 8 
‘echnical Documentation Strategy 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of a hearing and request for public comments 
Summary. : The Patent and Trademark Office (PTO) will hold 
a public | hearing and is seeking written comments to obtain 
views of the public on the effort of the PTO to make technical 
documentation accessible to patent examiners and the public 
while adhering to certain constraints on financial and personnel 
resources. Interested members of the public are invited to testify 
at a public hearing and to present written comments on the 
topics outlined in this notice or on any aspect of this effort. 
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Dates: A public hearing will be held at 9:00 a.m. on Friday, 
May 31, 1996. 

Requests to present oral testimony at the public hearing 
should be received on or before May 30, 1996. 

Any written comments by those persons offering testimony 
at the hearings and related to that testimony should be submitted 
on or before May 30, 1996. 

Other written comments will be until June 7, 1996. 
Addresses: The hearing will be held in the Commissioner’s 
Conference Room awl 912), Crystal Park Two, 2121 Crystal 
Drive, Arlington, Virgini: 

Persons wishing to wo speek at the hearings must notify Mr. 
Lee Schroeder, in writing marked to his attention at Commis- 
sioner of Patents and Trademarks, Box 4, Washington, DC 
20231, or by telephone (703) 305-9300 or by telefax at (703) 
305-8885, in order to be placed on a list of speakers for the 


Persons wishing to offer written comments should address 
those comments to the Commissioner of Patents and Trade- 
marks, Box 4, Patent and Trademark Office, Washington, DC 
20231, marked to the attention of Mr. Lee Schroeder. 

Written comments and transcripts of the hearing will be 

available for public inspection in Room 902 of Crystal Park 
Two, at 2121 Crystal Drive, Arlington, Virginia. 
For Further Information Contact: Mr. Lee Schroeder by tele- 
phone at (703) 305-9300, by telefax at (703) 305-8395 or by 
mail marked to his attention and addressed to Commissioner 
of Patents and Tradermarks, Box 4, Patent and Trademark 
Office, Washington, DC 20231. 


Supplementary Information: 
1. Background 


The PTO currently makes technical documentation (foreign 
and domestic patent and non-patent literature in many forms) 
available to persons within the PTO for use in the patent exami- 
nation process. Much of the documentation is accessible 
through use of the United States Patent Classification System 
(USPCS). The same documentation is made available to mem- 
bers of the public for use as a source of technical information 
or for other patent-related uses. 

To better use the limited financial and personnel resources 
available to the PTO, certain changes have been made in the 
documentation area. Less emphasis is being placed on the 
continuing reclassification of the documentation in the USPCS 
and the classification of new foreign patent copies and more 
reliance is being placed on the classification efforts of other 
countries and the use of more sophisticated electronic search 
tools. 

To be more specific, the PTO is placing increased reliance 
on the many commercial data bases of technical information 
as well as data bases maintained by the PTO. These data bases 
cover foreign and domestic patent and non-patent literature. 
The PTO is also placing increased reliance on the classifying, 
abstracting and summarizing efforts of documentation by both 
domestic and foreign private entities and also by foreign gov- 
ernment or intergovernmental entities. Consequently, less reli- 
ance is being placed on the reclassification effort within the 
PTO. Also, the PTO no longer classifies new foreign patents 
in the USPCS. 

The public’s views are sought on the increased reliance on 
the work of others in the classifying, abstracting and summa- 
rizing of documentation and less reliance on the USPCS and 
classification efforts of persons within the PTO. Public views 
are also sought on the increased reliance on computerized 
searching aids, be they full text data bases or data bases of 
abstracted material, classified or not. Public views are also 
sought on placing increased reliance on data bases and other 
sources to at least identify such documents after which a full- 
text copy of the document could be obtained. 

Written comments may be offered on the questions posed 
below. Comments will also be accepted on any other aspects 
of the approach of the PTO to make technical information 
available both to patent examiners and the public. 


2. Questions for the Hearing 
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The public hearing will be held to receive comments on the 
following specific questions: 


A. Are the classification efforts of others (using systems or 
data bases of classification different from the United States 
Patent Classification System) able to replace, or partially 
replace the United States Patent Classification System? 


B. Are the public users of the classified technical information 
systems of the Patent and Trademark Office willing to con- 
tribute, or contribute more, toward the ever increasing costs of 
maintaining these systems? 


C. Since the usefulness of automated search tools is affected 
by the characteristics of the technology being searched, should 
the Patent and Trademark Office tailor the search system by 
technology rather than maintaining the USPCS for all techno- 


logies? 


D. Since it is known that different search tools and techniques 
lead to different search results (e.. Bes different results from text 
or structure search vs. classified image search), are automated 
assisted searches acceptable if there is an overall improvement 
in the quality of the patentability search? 


E. Advances contemplated in future search systems permit the 

examiner to add value to the data base while conducting a 

search by adding or changing classifications for a document, 

inserting and notes on a document, adding documents, 

etc. This value-added capability leads to search files that exist 

only in electronic form and which are constantly being 
graded. 


up 


1. Does the public need access to the examiner’s search file.? 

2. For post-prosecution/litigation purposes, does the public need 
to know what is in the examiner’s search file at the time 
the examiner made the search? 


F. How should the Patent and Trademark Office h the 
issue of classification and retrieval of prior art in view of the 
current state of the art in the electronic document search and 
retrieval area, and expected developments in this area, including 
fully paperless patent and non-patent data bases? 


April 26, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 
[Docket #: 950829221-5221-01] 

RIN 0651-XX03 


Request for Comments Concerning the Right of Priority 
(35 U.S.C. 119) and Electronic Exchange of 
Priority Documents 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice; Request for Comments. 

Summary: The Patent and Trademark Office (PTO) requests 
written public comment on various aspects of existing statutory 
and regulatory requirements for obtaining the right of priority 
of an earlier filed foreign application. The PTO also requests 
written public comment on issues associated with the electronic 
exchange of priority documents between the PTO, the European 
Patent Office (EPO), and the Japanese Patent Office (JPO). 
Dates: Written comments on the topics presented in the supple- 
mentary section of this notice, or any related topics, will be 
accepted by the PTO until October 13, 1995. 

Addresses: Those interested in presenting written comments 
on the topics presented in the supplementary information, or 
any related topics, may mail their comments to the Assistant 
Commissioner for Patents, Washington, D.C. 20231, marked 
to the attention of Box DAC. In addition, comments may also 
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be sent by facsimile transmission to (703) 308-6916, with a 
pr er sen «bg to the above address, or by electronic 
mail messages over the Internet to priority @uspto.gov. 
For Further Information Contact: Jeffrey V. Nase by telephone 
at (703) 305-9285, or by mail marked to the attention of Box 
DAC, addressed to the Assistant Commissioner for Patents, 
Washington, D.C. 20231. 


Supplementary Information 
I. Issues for Public Comment 


The PTO is inviting written public comments on the adminis- 
tration and relevance of the existing statutory and regulatory 
requirements for obtaining the right of priority of an earlier filed 
foreign application and/or issues associated with the electronic 
exchange of priority documents between the Trilateral Offices 
(PTO, EPO, and JPO). Questions included at the end of this 
section are intended to illustrate the types of issues upon which 
the PTO is particularly interested in obtaining public comment. 
This nullns bar Siem Guapaaieed te Gb not daaiiiean far the 
purposes of Executive Order 12866. 

A. The Requirement for a Certified Copy of the Foreign Appli- 
cation Unless Deemed Necessary. 


Currently, the Trilateral Offices are reconsidering the need 
that a certified copy of the foreign application be submitted in 
all cases. 35 U.S.C. 119 requires that a certified copy of a 
foreign application be submitted in all cases in order to obtain 
the right of priority. Specifically, 35 U.S.C. 119(b) requires 
that the applicant file a claim for the right of priority and a 
certified copy of the original foreign application before the 
grant of the patent, or at any time during the pendency of the 
application as required by the Commissioner, but not earlier 
than six months after the filing of the application in this country. 
The Commissioner may currently require a translation of the 

filed if not in the English language. 

37 CFR 1.55, which implements 35 U.S.C. 119(b), requires 
that the claim for priority and the certified copy of the foreign 
application must be filed in all cases before the grant of the 
patent in order to be entitled to the right of priority, and requires 
a claim for priority or certified copy of the foreign application 
filed after payment of the issue fee to be ied by a 
petition (and fee under 37 CFR 1.17(i)) requesting entry. How- 
ever, the certified copy of the foreign application may be 
required earlier during the pendency of the application in the 
case of an interference, when necessary to overcome the date 
of a reference relied upon by the examiner, or when specifically 
required by the examiner. If the certified copy of the foreign 
application is not in the English language, a translation will 
not be required except in the case of an interference, when 
necessary to overcome the date of a reference relied upon by 
the examiner, or when specifically required by the examiner. 

Consequently, by statute and regulation, the certified copy 
of the foreign application must be filed in all cases during the 
pendency of the application even though it may be unn 
to the examination of the application. Unless a substantive 
review of the certified copy of the foreign application, or a 
translation of such, is necessary to the examination of the 
application, e.g., during an interference or when necessary to 
overcome an intervening reference, the claim to priority and 
the certified copy of the foreign application are merely reviewed 
to determine whether the certified copy of the foreign applica- 
tion corresponds in number, date, and country to the application 
identified in the oath or declaration and that there are no obvious 
formal defects. There is generally no examination of the certi- 
fied copy of the foreign application to determine whether the 
applicant is entitled to the benefit of the foreign filing date on the 
basis of the disclosure of the document. Thus, an unnecessary 
burden is placed upon applicants to obtain certified copies of 
the priority documents from the appropriate office and then 
submit them to the PTO in instances in which the PTO does 
not substantively examine such documents, especially in view 
of the fact that such documents do not qualify as prior art in 
the United States. Further, an unnecessary burden is placed 
upon the PTO in the processing of such documents. 

This right of priority originated in a multilateral treaty of 
1883, i.e., the Paris Convention for the Protection of Industrial 
Property (Paris Convention), to which the United States adhered 
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in 1887. The Paris Convention, however, merely requires that 
a person who wishes to take advantage of a previous filing 
make a declaration indicating the date of such filing and the 
country in which it was filed. The Paris Convention permits, 
but does not require, the countries of the Union to require a 
certified copy of the foreign application of the application as 
previously filed. Under the Paris Convention, the countries may 
also require that a translation accompany the certified copy of 
the foreign application. See Questions # 1, 2, and 3. 


B. Electronic Exchange of Priority Documents. 


The PTO also requests written public comment on issues 
associated with the electronic exchange of priority documents 
between the PTO, EPO, and JPO. Currently, the Trilateral 
Offices are considering the implementation of procedures that 
would allow for the direct exchange of priority documents in 
electronic form between the office of first filing and the offices 
of subsequent filings. See Question # 4. The PTO is interested 
in how the public views such electronic exchanges of priority 
documents, including the evidentiary effect of an electronic 
document constituting the official PTO record of the priority 
document. See Questions # 5 and 6. 

It is anticipated that it will be some time before the PTO 
will have an electronic data base containing the content of 
applications-as-filed in a word-recognizable format, e.g., appli- 
cations captured by optical character recognition (OCR). As 
such, any electronic exchange, at least initially, would be in 
the form of digital images of the applications-as-filed. 

It is contemplated that under a system authorizing the 
exchange of priority documents, an applicant would have to 
request that an office forward the priority document directly 
to another office in electronic form, rather than having the 
certified copy go to the applicant, who in turn would forward 
it to the other office. The PTO is also considering providing 
a return receipt to indicate to the applicant that the request to 
forward the priority document was received by the PTO and that 
the PTO has forwarded the priority document to the office(s) 
designated by the applicant. 

The cost to the PTO of processing requests and forwarding 
priority documents to the designated office(s), and of generating 
and mailing return receipts, would be recovered through service 
fees. See Questions # 7 and 8. 

Nevertheless, such a direct exchange of priority documents 
for a service fee should result in an overall reduction in costs and 
administrative work for applicants, as well as cost reductions in 
the conversion from paper to electronic form. 


II. Questions 


1. (a) Does the requirement that a certified copy of the foreign 
application be submitted in all cases before the grant of a patent 
in order to be entitled to the right of priority serve any useful 
purpose? If yes, please provide those useful purposes. 

(b) Is your answer affected by the fact that such documents 
may qualify as novelty defeating prior art in other countries? 


2. (a) Notwithstanding the existing requirements, when should 
an applicant be required to submit a certified copy of the foreign 
application? 

(b) Would you continue to submit a certified copy of the 
foreign application even if not specifically required? 

(c) Should any action taken by the U.S. Government be 
contingent on action in the other Trilateral countries? 


3. When the foreign application is not in the English language 
and an English translation is deemed necessary, should both a 
certified copy of the foreign application and an English lan- 
guage translation accompanied by a verified statement that the 
translation is an accurate translation of the certified copy of 
the foreign application be required, or should only an English 
language translation of the foreign application accompanied by 
a verified statement that the translation is accurate be required? 


4. What significant problems, either legal or technical, would 
need to be solved to permit the offices of subsequent filing to 
receive the priority documents directly from the office of first 
filing rather than from the applicant? 
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5. Should the PTO, EPO, and JPO electronically exchange 
priority documents at the request of applicant? Would most 
+ sarge take advantage of this service? What disadvantages, 
any, are there in the electronic transmission of priority docu- 
ments among the PTO, EPO, and JPO? 


6. Will the filing of a priority document in electronic form by 
the office of first filing, rather than in paper form by the 
applicant, affect the legal admissibility of the priority docu- 
ment? 


7. If there was a service fee for the direct exchange of priority 
documents among the PTO, EPO, and JPO, which was higher 
than the current fee charged for a certified copy of the applica- 
tion, would most applicants still take advantage of this service? 
At what fee amount would most applicants choose to request 
the direct exchange of priority documents? 


8. If providing a return receipt resulted in an increase in the 
service fee for the direct exchange of priority documents among 
the PTO, EPO, and JPO, would a return receipt be desirable? 
Against the background that increasing the information pro- 
vided on such a return receipt would increase the cost of gener- 
ating such return receipt, and thus increase the service fee, 
what information should be included on the return receipt? 


September 8, 1995 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(84) Using Certificate of Correction to Perfect 
Claim for Priority Under 35 USC 119 


Under 35 USC 119, an applicant may assert a right of priority 
and claim the benefit of an earlier filing date in a foreign 
country. In this regard, 35 USC 119 states: 


No application for patent shall be entitled to this right or 
priority unless a claim therefor and a certified copy of the 
original foreign application, specification and drawings upon 
which it is based are filed in the Patent and Trademark Office 
before the patent is granted... . 


The failure to perfect a claim to foreign priority benefits 
prior to issuance of the patent may be cured by filing a reissue 
application; Brenner v. State of Israel,158 USPQ 584 (CA DC 
1968). 

However, under certain conditions, this failure may also be 
cured by filing a Certificate of Correction request under 35 
USC 255 and 37 CFR 1.323. For example, in the case of In re 
Van Esdonk, 187 USPQ 671 (Comr. 1975), the Commissioner 
granted a request to issue a Certificate of Correction in order 
to perfect a claim to foreign priority benefits. In that case, a 
claim to foreign priority benefits had not been filed in the 
application prior to issuance of the patent. However, the appli- 
cation was a continuation of an earlier application in which 
the requirements of 35 USC 119 had been satisfied. Accord- 
ingly, the Commissioner held that the “applicants’ perfection 
of a priority claim under 35 USC 119 in the parent application 
will satisfy the statute with respect to their continuation applica- 
tion.” 

Although In re Van Esdonk involved the patent of a continua- 
tion application filed under 37 CFR 1.60, it is proper to apply 
the holding of that case in similar factual circumstances to any 
patented application having benefits under 35 USC 120. This 
is primarily because a claim to foreign priority benefits in a 
continuing application, where the claim has been perfected in 
the parent application, constitutes in essence a mere affirmation 
of the applicant’s previously expressed desire to receive benefits 
under 35 USC 119 for subject matter common to the foreign, 
parent, and continuing applications. 

In summary, a Certificate of Correction under 35 USC 255 
and 37 CFR 1.323 may be requested and issued in order to 
perfect a claim to foreign priority benefits in a patented contin- 
uing application if the requirements of 35 USC 119 had been 
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satisfied in the parent application prior to issuance of the patent 
and the requirements of 37 CFR 1 S5(a) are met. 

However, a claim to foreign priority benefits cannot be per- 
fected via a Certificate of Correction if the requirements of 35 
USC 119 had not been satisfied in the patented application, or 
its parent, prior to issuance and the requirements 7c CFR 155(a) 
are not met. In this latter circumstance, the claim to foreign 
priority benefits can be perfected only by way of a reissue 
application in accordance with the rationale set forth in Brenner 
v. State of Israel, supra. 
July 25, 1986 RENE D. TEGTMEYER 

Assistant Commissioner 
for Patents 
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(85) Right of Priority in Patent and Trademark 
Applica 


tions Available in Taiwan 


On the basis of a Memorandum of Understanding signed on 
April 10, 1996, between the American Institute in Taiwan and 
the Taipei Economic and Cultural Representative Office in 
the United States, U.S. applicants seeking patent protection in 
Taiwan may avail themselves of the right of priority based on 
patent applications filed in the United States, on or after April 

, 1996. 

In accordance with the same Memorandum of Under- 
standing, U.S. applicants seeking trademark ion in 
Taiwan may avail themselves of the right of priority based on 
applications for trademark registration filed in the United States, 
on or after December 24, 1993. 

To receive the right of priority in Taiwan, applications for 
patents and trademark registrations must be filed there within 
such time period from the filing of the first application in the 
United States, as s — by the laws and regulations of 
Taiwan. The right of priority, on the basis of reciprocity, is also 
available to applicants from Taiwan seeking patent protection or 
trademark registration in the United States. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks 


[1186 OG 50] 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


37 CFR Part I 
—_- No. 70635-9174] 
RIN: 0651-AA13 


Deposit of Biological Materials for Patent Purposes 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule 
Summary: The Patent and Trademark Office (Office) is 
amending its rules of practice in patent cases to define proce- 
dures to govern the deposit of biological materials for patent 
purposes. Where an invention is or relies on a biological mate- 
rial which cannot be described in writing alone, and access to 
the biological material is necessary to satisfy the statutory 
requirements for patentability under 35 U.S.C. 112, these rules 
prescribe the procedures and conditions for making a deposit 
that will satisfy these requirements. These rules also prescribe 
examining procedures that will be used to address deposit 
issues, and the procedures pertaining to access to a deposit 
once a patent is granted. 
Effective Date: January 1, 1990. 
For Further Information Contact: Charles E. Van Horn or 
Harris A. Pitlick by telephone at [703] 557-4035 or by mail 
marked to his attention and addressed to Box 8, Commissioner 
of Patents and Trademarks, Washington, D.C. 20231. 
Supplementary Information: 

Every patent must contain a written description of the inven- 
tion sufficient to enable a person skilled in the art to which 
the invention pertains to make and use the invention. Where 
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the invention involves a biological material and words alone 
cannot sufficiently describe how to make and use the invention 
ina pet Syme or repeatable manner, access to the biological 

material is necessary for the satisfaction of the statutory require- 
ments for patentability under 35 U.S.C. 112. The rules set forth 
examining procedures and conditions of deposit which must 
be satisfied i in the event a a is required to provide the 
necessary access. The rules do not address the substantive issue 
See ae ee eee iy ee ee 
‘acts. 

These rules will be effective for all applications filed on or 
after January 1, 1990, and for all reexamination gs 
in which the request for reexamination was filed on or after 
January 1, 1990, except that deposits made prior to the effective 
date which are acceptable under current practice will be accept- 
able in such applications and proceedings. Since most of the 
provisions reflect existing policy and practice, little change to 
existing practice or burden on app‘icants for patent and patent 
owners relying on the deposit of biological material is antici- 
pated. Applicants and patent owners are encouraged to comply 
with these rules prior to the effective date. 

The final rules on the deposit of biological materials for 
patent purposes have evolved over several years of actual expe- 
rience in administering the guidelines set forth in Section 
608.01(p) of the Manual of Patent Examining Procedure, 
including several administrative and judicial decisions, and 
interaction with interested public, bar and industry groups. A 
draft policy statement on the deposit of biological materials 
was circulated among interested bar and industry groups and 
published in the BNA Patent, Trademark and Copyright Jor Journal 
on May 22, 1986. An advance notice of proposed rulemaking 
setting forth rules being considered for deposits of biological 
materiai was published in the Federal Register, 52 FR 34080 
(September 9, 1987), and in the Official Gazette, 1082 0.G. 47 
(September 29, 1987). Finally, a notice of proposed rulemaking 
relating to the deposit of biological materials for patent purposes 
was published in the Federal Registar 53 FR 39420 (October 
= ae and in the Official Gazette, 1095 O.G. 47 (October 

, 1988). 

In this notice of final rulemaking, a description of the changes 
in the text of the proposed rules is provided along with an 
explanation of the reasons supporting the changes. In addition, 
comments received in response to the notice of proposed rulem- 
aking are analyzed. Finally, an explanation of the content of the 
final rules is provided, together with a compilation of relevant 
comments and responses that have been made during the rulem- 
aking process. This explanation and compilation of previous 
comments and responses will serve as a set of guidelines that 
will be reproduced in the Manual of Patent Examining Proce- 
dure in due course. 


Changes in Text of Proposed Rules 


Several changes have been made in the text of the final rules 
from the text of the proposed rules which were published for 
comment in the notice of proposed rulemaking. Those changes 
are discussed below. 

Section 1.200 as proposed has been renumbered as § 1.801 
as adopted and the term “patent purposes” as proposed has 
been replaced with the term “p of patents for inventions 
under 35 U.S.C. 101” as adopted to clarify that the regulations 
pertaining to the deposit of biological material do not apply 
for purposes other than mts for inventions. Thus, these 
regulations are not applicable to applications for plant patents 
under 35 U.S.C. 161-164 

Section 1.201 as proposed has been renumbered as § 1.802 
as adopted and the term “or Opportunity” in the heading thereof 
has been inserted after “Need” to reflect the issive nature 
of a deposit when not necessary to satisfy 35 U.S.C. 112. 

(a) thereof as provided that where a 
claimed invention is or relies on a biological material, the 
disclosure may include a deposit of the biological material 
deposited in a depository and under conditions complying with 
these regulations, provided a precondition was satisfied. The 
precondition was that the biological material not be known and 
readily available to the public and not be describable in writing 
alone. Paragraph (a) as adopted eliminates this precondition, 
does not require that the biological material be, or be used for, 
a claimed invention, does not require that the deposit be made 
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in a depository and under conditions complying with these 
regulations, and more accurately states that the disclosure may 
include reference to a deposit, since the deposit is not physically 
part of the disclosure. Paragraph (a) as adopted merely provides 
that where an invention is, or relies on, a biological material, the 
disclosure may include reference to a deposit of such biological 
material 


Paragraph (b) of § 1.802 prescribes that biological material 
need not be deposited unless access to the material is necessary 
to satisfy 35 U.S.C. 112. If a deposit is necessary, it shall 
be acceptable if made in accordance with these regulations. 
Proposed paragraph (b) made no reference to 35 U.S.C. 112. 
Situations where a biological material is known and readily 
available to the public or can be made or isolated without undue 
experimentation are now listed as some, but not an exhaustive 
set, of the circumstances where deposit need not be made. The 
term “from known and readily available material” has been 
dropped from the end of the term “can be made or isolated 
without undue experimentation” as redundant. Paragraph (b) 
as adopted also prescribes that once deposited in a depository 
complying with these regulations, a biological material will be 
considered to be readily available even though some require- 
ment of law or regulation permits access only under conditions 
imposed for safety, public health or similar reasons. Proposed 
paragraph (b) did not include the condition of deposit in a 
depository complying with these regulations. 

Proposed paragraph (c) thereof was limited to reference to a 
specific organism or other biological material in a specification 
disclosure as not creating a presumption that the material was 
necessary to satisfy 35 U.S.C. 112 or that a deposit thereof is 
required. Paragraph (c) as adopted eliminates the term “specific 
organism or other” as redundant and also includes the act 
of deposit by an applicant or patent owner as not creating a 
presumption that the deposit is or was required. 

Section 1.202 as proposed has been renumbered as § 1.803 
as adopted. 

Paragraph (a) thereof as proposed prescribed that a deposit 
shall be made in any International Depositary Authority (IDA) 
or any other depository recognized as suitable by the Office. 
Paragraph (a) as adopted now specifies that such deposits shall 
be recognized for the purpose of these regulations so as not to 
preclude deposits made for other reasons such as a gratuitous 
disclosure. Paragraph (a)(2) as adopted eliminates the require- 
ment in the proposed rule that impartial consultants be from the 
biotechnology industry or governmental agencies. Paragraph 
(a)(2) as adopted also contains new sub-subparagraph (vii) as 
a requirement which a suitable depository must meet, viz.,that 
it promptly notify depositors of its inability to furnish samples, 
and the reasons why. This requirement appeared, in essence, 
in proposed § 1.204(a). 

Proposed paragraph (b) thereof has not been adopted. 
Replacement of deposits is governed solely by § 1.805, infra. 

Proposed paragraph (c) thereof has been adopted as para- 
graph (b). In subparagraph (2) thereof, “(b)” has been changed 
to “(a)(2)” to correct an inadvertent error in the proposed rule. 

Proposed paragraph (d) thereof has been adopted as para- 
graph (c) except that the reference to paragraph (a) has been 
changed to paragraph (a)(2) to more clearly delineate which 
category of depository is intended to be covered by this para- 
graph of § 1.803 and all references to other paragraphs whose 
designations have been changed by adoption of these rules 
have been changed accordingly. 

Proposed paragraph (e) thereof has been adopted as para- 
graph (d). 

Section 1.203 as proposed has been renumbered as § 1.804 
as adopted. 

Paragraph (a) thereof prescribed that an original deposit of 
a biological material may be made before filing an application 
for patent or, pursuant to a requirement that will be made by 
the examiner no later than the date the Notice of Allowance 
and Issue Fee Due is mailed, during pendency of the application 
for patent. Paragraph (a) as adopted adds a precondition to 
making an original deposit that the biological material be specif- 
ically identified in the application as filed. Since proposed 
paragraph (a) did not address original deposits made during 
the pendency of an application that were not made pursuant 
to a requirement of an examiner, the rule as adopted states 
that original deposits may be made during pendency of an 
application for patent, subject to 1.809, infra, which prescribes, 
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inter alia, when during the pendency of an application for patent 
a deposit shall be made when made pursuant to a requirement by 
the examiner. 

Paragraph (b) thereof as proposed required a statement that, 
for an original deposit made after the effective filing date of 
an application for patent, the biological material deposited was 
the same biological material described in the application as 
filed. Paragraph (b) as adopted substitutes the word “a” for the 
word “the” since more than one biological material may be 
referred to in the application as filed, drops the word “same” 
and requires the statement that the biological material deposited 
is a biological material specifically identified in the application 
as filed. 

Section 1.204 as proposed has been renumbered as § 1.805 
as adopted and a reference to supplemental deposits has been 
added to the heading thereof. Paragraphs (a) and (b) of the 
section as proposed have been substantially rewritten as para- 
graphs (a), (b) and (c). New elements have been added and 
some eliminated, although some elements of the proposed rule 
on replacement deposits have been adopted, either with similar 
language or different language. 

Elements of the proposed rule on replacement deposits which 
have not been adopted include a requirement that replacement 
deposits be made or be made within a specific time limit. 
Ramifications in Office proceedings from not making a replace- 
ment deposit, or in the case of a patent, not diligently making 
a replacement deposit, are stated. 

A requirement in the proposed section that depositories 
promptly notify depositors of an inability to furnish samples 
has been adopted as 1.803(a)(2)(vii), supra. 

Paragraph (a) of § 1.805 requires a depositor, after receiving 
notice during the pendency of an application for patent, applica- 
tion for reissue patent or reexamination proceeding, that the 
depository possessing a deposit either cannot furnish samples 
thereof or can furnish samples thereof but the deposit has 
become contaminated or has lost its capability to function as 
dscribed in the specification, to notify the Office in writing, 
in each application for patent or patent affected. In such a case, 
or where the Office otherwise learns, during the pendency 
of an application for patent, application for reissue patent or 
reexamination proceeding, that the depository possessing a 
deposit either cannot furnish samples thereof or can furnish 
samples thereof but the deposit has become contaminated or 
has lost its capability to function as described in the specifica- 
tion, the need for making a replacement or supplemental deposit 
will be governed by the same considerations governing the 
need for making an original deposit under the provisions set 
forth in § 1.802(b). A replacement or supplemental deposit 
made during the pendency of an application for patent shall 
not be accepted unless it meets the requirements for making: 
an original deposit under these regulations, including the 
requirement set forth under § 1.804(b). A replacement or sup- 
plemental deposit made in connection with a patent, whether 
or not made during the pendency of an application for reissue 
patent or a reexamination proceeding or both, shall not be 
recognized by the Office unless a certificate of correction under 
§ 1.323 is requested by the patent owner which meets the terms 
of paragraphs (b) and (c) of this section. The proposed rules 
did not provide for certificates of correction relating to replace- 
ment or supplemental deposits. 

Paragraph (b) of § 1.805 prescribes that a request for certifi- 
cate of correction under this section shall not be granted unless 
the certificate identifies the accession number for the replace- 
ment or supplemental deposit; the date of the deposit; and the 
name and address of the depository. 

Paragraph (c) of § 1.805 prescribes that a certificate of correc- 
tion under this section shall not be granted unless the request 
therefor is made promptly after the replacement or supplemental 
deposit has been made and includes a verified statement of the 
reason for making the replacement or supplemental deposit; a 
verified statement from a person in a position to corroborate 
the fact, and shall state, that the replacement or supplemental 
deposit is of a biological material which is identical to that 
originally deposited; a verified showing that the patent owner 
acted diligently - in the case of a replacement deposit, in making 
the deposit after receiving notice that samples could no longer 
be furnished from an earlier deposit, or in the case of a supple- 
mental deposit, in making the deposit after receiving notice 
that the earlier deposit had become contaminated or had lost 
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its capability to function as described in the specification; a 
verified statement that the term of the replacement or supple- 
mental deposit expires no earlier than the term of the deposit 
being replaced or supplemented; and otherwise establishes 
compliance with these regulations, except that if the person 
making one or more of the required statements or showing is 
an attorney or agent registered to practice before the Office, 
that statement or showing need not be verified. 

Paragraph (d) of § 1.805 prescribes that a depositor’s failure 
to replace a deposit, or in the case of a patent, to diligently 
replace a deposit and promptly thereafter request a certificate 
of correction which meets the terms of paragraphs (b) and (c) 
of this section, after being notified that the depository pos- 
sessing the deposit cannot furnish samples thereof, shall cause 
the application or patent involved to be treated in any Office 
proceeding as if no deposit were made. 

Paragraph (e) as adopted is identical to proposed paragraph 
(d) except that the word “the” before “patent” has been replaced 
with “a” because the term “the patent” had no antecedent basis, 
and the term “according to these regulations” has been inserted 
after the word “replaced” to make it clear that the rebuttable 
presumption according to this paragraph applies only where 
the replacement deposit has been made according to these 
regulations. 

Paragraph (f) as adopted is substantially similar to proposed 
paragraph (e) with respect to an applicant’s ability to make a 
replacement for any reason during the pendency of an applica- 
tion for patent. Paragraph (f) extends such applicant’s ability 
to supplemental deposits as well. The first two sentences of 
proposed paragraph (e) prescribing when a replacement deposit 
shall be made while an application is still pending and that 
an applicant notify the Office when a replacement deposit is 
necessary have been adopted in § 1.805(a), supra. 

Paragraph (g) as adopted is identical to proposed paragraph 
(f) except that supplemental deposits are also included and the 
reference to another section therein has been changed to reflect 
its renumbering. 

Paragraph (h) as adopted is substantially similar to proposed 

paragraph (g) except for two changes. One is that the word 
“the” before “biological material” has been changed to “a” 
because the term “the biological material” had no asiebdont 
basis. The other change is replacement of the term “viable 
deposit is in the depository” with the term “depository can 
furnish samples thereof’. The term “in the depository” was not 
clear. The word “viable” before “deposit” would have excluded 
biological materials not capable of reproduction either directly 
or indirectly. For biological materials which are so capable of 
reproduction, samples of viable deposits thereof which become 
non-viable cannot be furnished by the depository. 

Paragraph (i) as adopted modifies paragraph (h) as proposed. 
Whereas the proposed rule proscribed a patentee from replacing 
a viable deposit where the depository can furnish samples, the 
rule as adopted states that the Office will not recognize in any 
Office proceeding a replacement deposit of a biological material 
made by a patent owner where the depository could furnish 
samples of the deposit being replaced. 

Section 1.205 as proposed has been renumbered as § 1.806 
as adopted. The proposed rule had set the term of deposit as, 
inter alia, at least thirty years after the date of a viable deposit. 
The rule as adopted sets the thirty-year term to begin after a 
deposit, before or during pendency of an application for patent, 
is made. The term of a deposit made by a patent owner is 
not prescribed. However, § 1.805(a), supra. prescribes that a 
replacement or supplemental deposit made in connection with 
a patent will not be recognized in any Office proceeding unless 
a certificate of correction under § 1.323 is requested by the 
patent owner which meets the terms of paragraphs (b) and (c) 
of § 1.805, one of which terms is a verified statement by the 
patent owner that the term of the new deposit expires no earlier 
than the term of the deposit being replaced or supplemented. 
An additional change in the rule as adopted is the replacement 
of the term “deposited biological material” with the word 
“deposit” since the former term had no antecedent basis. 

Section 1.206 as proposed has been renumbered as § 1.807 
as adopted. The rule as adopted is identical to the rule as 
proposed except for the reference to a rule which has been 
renumbered. 

Section 1.207 as proposed has been renumbered as § 1.808 


as adopted. 
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In paragraph (a) thereof, first word, “The” as proposed has 
been replaced with “A” because “The” had no antecedent basis. 

In view of the non-adoption of proposed § 1.207(c), infra, 
paragraph (a)(2) as adopted refers to only paragraph (b), not 
paragraphs (b) and (c). 

Paragraph (b)(1) as proposed permitted a depositor to require, 
inter alia, that a depository furnish samples only if a request 
for a sample is in writing and signed. 

Paragraph (b) as adopted permits a depositor to require a 
request to be in writing or other tangible form. The signing 
requirement, however, has not been 

Paragraph (b)(3) as proposed permitted a depositor to require, 
inter alia, that a depository furnish the depositor with a copy 
of the request. This requirement has not been adopted. 

Paragraph (c) as proposed has not been adopted. 

Paragraph (d) as proposed, with one change, has been adopted 
as paragraph (c). The change is the insertion of the term “made 
to the Office” after the term “Upon request” to make it clear 
that certification imposes no burden on a depository. 

Section 1.208 as proposed has been renumbered as § 1.809 
as adopted. 

The term “required” when referring to “deposit” in proposed 
paragraphs (a), (b) and (c) thereof has been changed to “needed” 
as adopted for purposes of consistency with § 1.802. The term 
“in case one has not been made, or” as proposed in paragraph 
(a) has been replaced with “and if needed,” as adopted for 
purposes of clarification. The statement as proposed that a 
deposit accepted in any acceptable depository under § 1.202(a) 
shall be accepted for patent purposes if made under conditions 
complying with § 1.207(a) has not been adopted. The statement 
is redundant in view of the provision in § 1.802(b) as adopted 
that a deposit necessary for the satisfaction of 35 U.S.C. 112 
shall be acceptable if made in accordance with these regulations. 
Since the question of deposits may come up in reissue applica- 
tions and reexamination proceedings as well as in applications 
for patents, paragraph (a) as adopted covers examination of all 
such applications and proceedings. Paragraph (a) as adopted 
also refers to supplemental deposits since issues of the need 
for a deposit may arise where a deposit has lost its capability 
to function as described in the specification. Paragraph (a) as 
proposed prescribed that affected claims would be rejected in 
an Office action. Paragraph (a) as adopted drops “in an Office 
action” and instead prescribes that the claims would be rejected 
“where appropriate.” 

Paragraph (b)(1) as proposed was limited to applicants. Para- 
graph (b)(1) as adopted covers applicants for patents and patent 
owners involved in specified Office proceedings. The provision 
for applicants for patents in paragraph (b)(1) as adopted is 
identical to the provision for applicants in paragraph (b)(1) as 
proposed except for the additional adoption of a reference to 
supplemental deposits. Paragraph (b)(1) as adopted additionally 
provides for patent owners responding to a rejection under 
paragraph (a) of this section by requesting a certificate of 
correction of the patent which meets the terms of paragraphs 
(b) and (c) of § 1.805. 

Paragraph (b)(2) as proposed has not been adopted. Subpara- 
graph (3) has therefore been renumbered as (2) and the reference 
therein to paragraph (b)(2) has been eliminated. Two additions 
have been made. One, since the question of deposit may come 
up in connection with a reissue application or reexamination 
proceeding, the term “or patent” has been inserted after “appli- 
cation” in the first sentence. Two, since paragraph (a) provides 
for a rejection under 35 U.S.C. 112 when a deposit actually 
made cannot be accepted, it is considered an appropriate 
response that a deposit actually made should be accepted. Thus, 
the term “and/or why a deposit actually made should be 


accepted” has been inserted at the end of the first sentence of 


paragraph (b)(2) as adopted. 

Paragraph (c) as proposed has been adopted except that the 
term “for patent” has been inserted after “application” in the 
first sentence to make it clear that this paragraph does not 
apply to other applications, such as applications for reissues. 
Additionally, the word “the” before the proposed term “required 
deposit” has been changed to “a” because the term “the required 
deposit” had no antecedent basis. Finally, the term “37 CFR” 
preceding “1.136” in the proposed rule has been replaced with 
“§” as adopted to be consistent with standard nomenclature. 

Paragraph (d)(3) as proposed required a taxonomic descrip- 
tion of the deposit. Paragraph (d)(3) as adopted requires a 
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description of the deposited biological material sufficient to 
specifically identify it and to permit examination. Paragraphs 


(d)(1), (d)(2), (d)(3) and (d)(4) have otherwise been adopted 
exce’pt for the addition of prefatory articles “The” or “A”. 


Response to and Analysis of Comments 


Written comments from sixteen (16) sources were received 
in response to the notice of proposed rulemaking. Some sugges- 
tions made in comments have been adopted as presented or in 
modified form and others have not been adopted. A detailed 
analysis of the comments follows. 

Comment: The proposed rule numbers, except § 1.200, are 
the same as those of the old interference rules, and it appears 
to be Office practice to normally avoid using rule numbers 
which end in “00,” especially for a rule, viz., 1.200, which is 
the first of a group of rules. The rules, if adopted, should have 
different numbers. 

Response: The suggestion has been adopted. Proposed §§ 
1.200 through 1.208 have been renumbered as §§ 1.801 through 
1.809 as adopted, respectively. 

Comment: Two comments ask whether the rules will apply 
retroactively. One comment suggests that they should and fur- 
ther, that the benefits provided for depositors in proposed §§ 
1.207(b) and (c) take effect immediately so that those patent 
applicants who would benefit from them will be encouraged 
not to delay in filing or obtaining a patent until a final rule 
takes effect. 

Response: To the extent the rules codify existing Office 
practice, they are already effective. Otherwise, the rules will 
be effective in applications for patent or for reissue of patent 
filed on or after January 1, 1990, and in reexamination proceed- 
ings in which the request for reexamination was filed on or 
after January 1, 1990, except that deposits made prior to the 
effective date which are acceptable under current practice will 
be acceptable in such applications and proceedings. Applicants 
and patent owners are encouraged to comply now with those 
requirements of the rules not required by existing Office prac- 
tuce. 

Comment: A sentence should be added at the end of proposed 
§ 1.200 to clarify that the rule does not preclude the possibility 
of depositing other biological materials for patent purposes, 
such as plants per se, even though not within the scope of the 
term “biological material” as defined by the rule. Adding such 
a sentence would be consistent with previous concerns 
expressed to the Office over the possible requirement for 
deposits with respect to plant patents. With the added sentence, 
the rule would not address any kind of requirement for deposit 
in plant patents. 

Response: In a response to a comment in the notice of pro- 
posed rulemaking, it was stated that the Office did not intend 
to propose rules on deposits under the Plant Patent Act (35 
U.S.C. 161-164) at this time, nor will the Office take the position 
that a deposit is required under the present provisions of 35 
U.S.C. 162. The text of the rule adopted in § 1.801 is the same 
as proposed in § 1.200 except that the rule now explicitly states 
that the regulations are for purposes of patents for inventions 
under 35 U.S.C. 101. Thus, these regulations do not and are 
not intended to address the question of deposits in plant patent 
applications. 

Comment: One comment suggests that the language in § 
1.200 should be expanded to make it clear that other biological 
materials, such as plants per se, are not precluded from being 
deposited. Another comment assumes that the Office intends 
to limit the scope of “biological material” as defined by this 
rule. The rules and commentary should indicate that the scope 
and effect of the rules are limited to bioiogical materials as 
defined in the rules. This rule is acceptable provided it simply 
defines what constitutes biological material. 

Response: None of the suggestions have been adopted. In a 
response to a comment in the notice of proposed rulemaking, 
it was stated that biological material is defined in the 
rule in terms of a non-exhaustive list of what it includes and 
that no materials were explicitly excluded. The response also 
stated that the Office does not contemplate that there would 
be many situations where a material that is not capable of self- 
replication either directly or indirectly would be acceptable as 
a deposit under these regulations but that an applicant was not 
precluded in any given case from attempting to show why such 
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a material should be acceptable. Plants per se are an example 
of such materials. 

Comment: The proposed rules do not, but should, address 
a problem associated with marine sponges and other marine 
macroorganisms. These materials and their natural location can 
be adequately described so that one skilled in the art could 
obtain them using the necessary equipment. But their taxonomy 
is in a developmental stage and scientific names are subject to 
revision. Deposit and maintenance of these materials in viable 
form is not practical. They can and have been deposited in non- 
viable form, preserved or fixated in a suitable non-destructive 
medium, where their shelf life is expected to be at least 30 
years. 

Response: See the response to the previous comment. As 
stated in a response to a comment in the advance notice of 
proposéd rulemaking, the PTO Board of Patent Appeals and 
Interferences held that a description of the precise geographic 
location of marine tunicates used in a claimed invention was 
adequate to satisfy the enablement requirement of 35 U.S.C. 
112. Ex Parte Rinehart, 10 USPQ2d 1719 (PTO Bd. Pat. App. & 
Int. 1985). It was also stated in that response that the term 
“readily” as used in the term “known and readily available” 
appearing in the proposed rules is considered appropriate to 
define that degree of availability which would be reasonable 
under the circumstances. Since the comment states that the 
subject materials and their natural location can be adequately 
described so that one skilled in the art could obtain them using 
the necessary equipment, the disclosure would appear to be 
sufficient to meet the enablement requirements of 35 U.S.C. 
112 without a deposit so long as their degree of availability is 
reasonable under the circumstances. 

Comment: In a response to a comment in the notice of pro- 
posed rulemaking which was in response to a solicitation for 
comments in the advance notice of proposed rulemaking on 
the setting of an appropriate minimum number of seeds to 
ensure availability of the seed through the enforceable life of 
the patent, it was stated that the Office does not intend to 
propose rules quantifying a minimum number of seeds but that 
the Office will consider 2500 to be a minimum number in the 
normal case and will provide an applicant an opportunity to 
provide justification why a lesser number would be suitable 
under the circumstances of a particular case. One comment 
suggests that 2500 may present problems where the normal 
yield of a plant is only a few seeds. A more reasonable minimum 
is 1250. Another comment suggests that there be no minimum 
number but an obligation on the part of the depositor to replace 
a seed each time one is requested. 

Response: Since the Office has stated that an applicant will 
be provided an opportunity to show why a lesser amount than 
2500 seeds would be appropriate in a particular case, the policy 
of requiring minimum number of 2500 is adhered to. An obliga- 
tion on the part of the depositor to replace a seed each time 
one is requested is simply impractical. 

Comment: The title of proposed § 1.201 should be changed 
from “Need to make a deposit” to “Opportunity to make a 
deposit” since the provision states that “the disclosure may 
include a deposit of a biological material . 

Response: The suggestion has been adopted in part. Since 
§ 1.802 applies to situations both when a deposit may be made 
(optional) and when a deposit is necessary, the heading of the 
tule states both need and opportunity in the alternative. 

Comment: Proposed § 1.201(a) should state that the disclo- 
sure may include reference to a deposit, rather than that the 
disclosure may include a deposit. 

Response: The suggestion has been adopted in § 1.802(a). 

Comment: Proposed § 1.201(a) does not clearly permit 
deposits where conditions enumerated therein do not apply. 
The proposed rule should be revised by eliminating the require- 
ment that the biological material not be known and readily 
available to the public before a deposit may be made. The 

proposed revision would make clear that an applicant has a 
universal and unconditional right to make a deposit of a biolog- 
ical material whenever the biological material cannot be 
described in writing alone, regardless of whether the material _ 
is known and readily available. The rule as proposed is not 
consistent with the permissive use of deposits where they might 
not be mandated. The proposed revision would dispel any 
suggestion or implication that the legal standard under which 
deposits are mandated is that the biological material be neither 
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known nor readily available. Obviously, such materials even 
if unknown and not readily available might be enabled solely 
through a written description, rendering deposit unnecessary. 

—— The suggestion has been adopted in § 1.802(a). 
In addition, the rule as adopted permits deposits even where 
the biological material can be described in writing alone and 
even where the claimed invention is not, or does not rely on, 
the biological material. Section 1.802(a) as adopted permits 
reference in the disclosure to a deposit of a biological material, 
the only precondition being that an invention is or relies on 
that material. The requirement in the rule that the 
biological material not be known and readily available to the 
public and not be describable in writing alone, and that the 
material be, or be used for, the claimed invention, has notbeen 


Comment: Two comments suggest that § 1.201(a) refer to 
35 U.S.C. 112. One comment suggests that § 1.201(a) should 
make some reference to 35 U.S.C. 112 for completeness. 
Another comment suggests that proposed § 1.201(a) contains 
no standard and should thus make reference to 35 U.S.C. 112, 
for example, by inserting words to the effect that the biological 
material cannot be described in writing alone to satisfy the 
requirements of 35 U.S.C. 112. 

Response: The suggestions have not been adopted. But see 
the response to the next comment. 

Comment: Proposed § 1.201(b) should be revised by stating 
that biological material need not be deposited unless necessary 
for the satisfaction of the statutory requirements of 35 U.S.C. 
112. Thus, the rule would state that the ultimate reason for a 
requirement for a deposit would be to satisfy 35 U.S.C. 112. 
Further, the rule should state one circumstance, among others, 
where a biological material need not be deposited, viz., where 
it is known and readily available to the public or can be made 
or isolated without undue experimentation. The last sentence 
of proposed § 1.201(b) should state a precondition that a deposit 
of the biological material be made in a depository complying 
with these regulations. 

Response: The suggestions have been adopted in § 1.802(b). 

Comment: Proposed § 1.201(c) should be revised by stating 
that the actual deposit of a biological material referred to in a 
specification disclosure also does not create a presumption that 
the material is necessary to satisfy 35 U.S.C. 112 or that the 
deposit is or was required. The proposed revision would recog- 
nize that the act of deposit does not and should not constitute 
an admission by the applicant that the deposit was made because 
it was necessary to satisfy 35 U.S.C. 112. For example, deposit 
may be necessary in the United States prior to the time a patent 
application is filed in order for an applicant to be entitled to 
assert a priority right under patent laws of a foreign country 
based on a United States application which makes reference 
to such deposit. Additionally, applicants ought to be encouraged 
to make deposits in questionable cases without such act being 
construed as an admission of any sort. 

Response: The suggestion has been adopted in § 1.802(c). 

Comment: The term “or other biological material” in pro- 
posed § 1.201(c) should be changed to “or any other biologial 
material” to make sure that all biological materials that would 
normally be considered for deposits are included. 

Response: The comment is not understood. Nevertheless, it 
is moot. The term “specific organism or other biological mate- 
rial” in proposed § 1.201(c) has been changed to “biological 
material” in § 1.802(c) as adopted. 

Comment: Two comments suggest that proposed § 
1.202(a)(2) unnecessarily limits who may be consulted in deter- 
mining the suitability of a depository to be recognized by the 
Office to those in the biotechnology industry or Government 
agencies. Views from academia may be wanted. One of the 
comments suggests, therefore, that the term “from the biotech- 
nology industry or governmental agencies” be deleted from § 
1.202(a)(2). 

Response: The suggestions have been adopted in § 
1.803(a)(2). 

Comment: Proposed § 1.202(a) should be revised to state 
that a deposit shall be recognized for the purposes of these 
regulations if made in a depository according to subparagraph 
(1) or (2) thereof. The proposed revision would allow for 
deposits other than in Office-recognized depositories, but give 
deposits in Office-recognized depositories the “safe harbor” 
advantages of these regulations. 
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Response: The suggestion has been adopted in § 1.803(a). 
Simply put, the rules do not prohibit deposits made under any 
conceivable conditions. The Office will treat a deposit not made 
according to these regulations, however, as if no deposit had 
been made. 

Comment: The provision set forth in proposed § 1.202(c)(3), 
i.e., that a depository seeking status under paragraph (a)(2) 
indicate that it intends to be available, for the purposes of 
deposit, to any depositor under these same conditions, should 
also be listed in § 1.202(a)(2), which enumerates the qualifica- 
tions for a depository seeking recognition as suitable by the 
Office. 

Response: The suggestion is not being . The require- 
ment in proposed § 1.202(a)(2)(v), and § 1.803(a)(2)(v) as 
adopted, that the depository be impartial and objective, is inclu- 
sive of a requirement that it be available, for purposes of deposit, 
to any depositor under these same conditions. 

Comment: One comment suggests that the rules 
do not adequately define the term “depositor”. It could be 
the inventor, the assignee, one to whom the inventor has an 
obligation to assign, or the individual who signs the deposit 
form. In the case of joint inventors with different institutional 
ties, who is the depositor? Assuming that where the inventor 
is a university professor, the depositor is the university, deposit 
in that university’s depository would be precluded by proposed 
§ 1.202(a)(2)(ii) and possibly 1.202(a)(2)(v). An exception 
should be made for non-profit organizations. They should be 
allowed to “self-deposit” since it is highly improbable that they 
would refuse to provide samples to third parties. The availability 
of a strain from a university was found to satisfy 35 U.S.C. 
112 in Merck and Co., Inc. v. Chase Chemical Co., 273 F.Supp. 
68, 77, 92, 155 USPQ 139, 146, 159 (D.N.J. 1967). Another 
comment suggests that it is not clear, where the depositor is a 
separate, independent division of a particular entity and the 
depository is another separate, independent division of the same 
entity, whether this arrangement meets the terms of proposed 
§ 1.202(a)(2)(ii). 

Response: None of the suggestions have been adopted. In § 
1.803(a)(2)(ii) as adopted, a depository recognized to be suit- 
able by the Office and not otherwise an IDA must exist indepen- 
dent of the control of the depositor. In a response to a comment 
in the notice of rulemaking, it was stated that the 
term “depositor” is intended to include the party on whose 
behalf the deposit is made. It was further stated in that response 
that the rationale of the Office in requiring that a depository, 
if not an IDA, be independent of the depositor was adequately 
discussed in the advance notice of proposed rulemaking. The 
advance notice stated: 

The concept of an independent depository or an IDA as an 

le depository is based on the need and desire to ensure 
the safe and reliable storage of a deposited biological material 
under circumstances that are free of the opportunity for inten- 
tional or negligent handling of the deposited material. The use 
of an independent depository or an internationally recognized 
depository will tend to preserve the integrity of the deposit 
process against those that may accidentally alter the deposited 
material, may wish to tamper with the deposited material or 
may wish to resume control of its availability when the patent 
is no longer enforceable, and to preserve the interest of the 
public in the free access to the biological material for any 
purpose once the term of the patent expires. Further, while the 
PTO is constrained to approve independent depositories other 
than an IDA, the PTO has neither the resources nor capability 
to assess the individual capability of any party that wishes to 
act es its own depository. The rules under consideration are 
intended to minimize depositories that will be found acceptable. 

The above discussion applies to non-profit organizations as 
well as for-profit organizations. Moreover, it is clear from the 
discussion above that the scope of the term “depositor” is 
limited only by the requirement that the depositor have no 
control over the depository. Such a relationship is not neces- 
sarily inconsistent with one where there is some legal relation- 
ship between depositor and depository. The Merck case cited 
above does not stand for the proposition that a university is 
necessarily an acceptable depository because it makes available 
samples of a biological material. In Merck, the availability of 
the biological material from the university was evidence that 
the biological material was known and readily available. While 
a deposit by an appticant in a depository under the applicant’s 
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control will not be recognized by the Office as a deposit under 
these regulations, an applicant is not precluded from showing 
that the deposited material, by virtue of conditions of public 
knowledge of unrestricted availability of samples of the deposit, 
is known and readily available to the public. However, deposi- 
tors should be aware that relying on such a showing rather 
than making a deposit according to these regulations involves 
a risk that the biological material might in the future not be 
readily available. The university relied on in the Merck case, 
for example, eventually ceased its practice of making biological 
materials readily available. 

Comment: Proposed § 1.202(b) is intended to apply in the 
event that a depository ceases to enjoy the status of a recognized 
depository. The manner of making a substitute deposit in such 
a situation would not seem to be fully explained by a reference 
to proposed § 1.204. For example, if a depository were to cease 
operation, it might not be able to, in the words of proposed 
1.204(a), “promptly after having noted its inability to furnish 
samples, notify the depositor of such inability”. Second, the 
tule as proposed is difficult to follow. For example, it indicates 
that a substitute deposit “must be viable if the biological mate- 
rial is of a kind capable of self-replication”. The implication 
that certain deposits might be non-viable is at best confusing 
in the absence of a definition for viability. 

Response: Proposed § 1.202(b) has not been adopted. Section 
1.805, the rule as adopted on replacement deposits, puts the 
burden exclusively on the applicant or patent owner, whatever 
the case may be, to both make a replacement deposit and make 
the necessary showing that such a deposit complies with these 
regulations. Viability is dealt with exclusively by § 1.807 as 
adopted. 

Comment: Three comments suggest that it be a requirement 
of the rules that the biological material have been in existence 
at the time of filing the patent application. One comment sug- 
gests that a sentence be added to proposed 1.208(a) to require 
that the application as filed state that the biological material 
is in existence. The other comments suggest that proposed § 
1.203 require an averment that the deposited biological material 
was in existence at the time the application was filed. 

Response: None of the suggestions have been adopted. Patent 
law does not require an actual reduction to practice as a condi- 
tion precedent to filing a patent application. While few, if any, 
situations can be imagined where the description requirement 
of 35 U.S.C. 112 can be satisfied where the biological material 
was not in existence at the time of filing, the rules do not 
preclude such a situation. But see the response to the next 
comment. 

Comment: Proposed § 1.203(a) should require that a biolog- 
ical material may be deposited only if an adequate antecedent 
basis exists in the specification as filed, i.e., the biological 
material to be deposited must be specifically identified therein. 

Response: The suggestion has been adopted in § 1.804(a). 
It must be clear from the application as filed that the invention 
claimed and described in the specification “was fuily capable 
of being reduced to practice (i.e., no technological problems, 
the resolution of which would require more than ordinary skill 
and reasonable time, remained in order to obtain an operative, 
useful process).” Feldman v. Aunstrup 517 F.2d 1351, 1355, 
186 USpQ 108, 113 (CCPA 1975), cert. denied, 424 U.S. 912 
(1976). Accord, In re Lundak, 773 F.2d 1216, 1221, 227 USPQ 
90, 94 (Fed. Cir. 1985). 

Comment: Two comments suggest that proposed § 1.203(a) 
be revised so that it addresses the permissible situation where 
a deposit is made during the pendency of an application for 
patent not pursuant to a requirement made by an examiner. 

Response: The suggestion has been substantially adopted in 
§ 1.804(a). An original deposit may be made, subject to § 
1.809, during pendency of the application for patent. Where § 
1.809 does not apply, i.e., where a deposit is ultimately not 
required, a deposit may be made at any time during pendency. 

Comment: The Office should discuss in the commentary 
accompanying the notice of proposed § 1.203(b) as a final 
rule the meaning and intent behind the requirement that the 
deposited biological material be the “same” as the material 
described in the specification. For example, does the Office 
contemplate that the statement constitute a representation that 
the deposited material is in essentially the same form as was 
in existence at the time of the filing of the patent specification, 
and, accordingly as specifically described therein? 
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Response: Proposed § 1.203(b) has been adopted as § 
1.804(b) but with the word “same” deleted and the term 
“described” replaced with “specifically identified.” Under § 
1.804(b), the biological material deposited must be a biological 
material specifically identified in the application as filed. 

Comment: One comment asks whether a patent which is 
defective because of the lack of a deposit can be rectified by 
making the deposit in connection with a reissue application. 
Another comment points out that the issue of post-grant original 
deposits is not addressed by these regulations and the Office 
is urged to comment to this effect in the final promulgation of 
the rules. 

Response: It is assumed from the comment that a deposit 
was necessary at the time the patent issued. A patent defective 
because of lack of a necessary deposit is necessarily fatally 
defective for failure to comply with the first paragraph of 35 
U.S.C. 112. Reissue is not available in such cases. See In re 
Hay, 534 F.2d 917, 189 USPQ 790 (CCPA), cert. denied, 429 
U.S. 977 (1976). Whether reissue is available where a biological 
material necessary for compliance with 35 U.S.C. 112 was 
known and readily available at the time of issuance of the 
patent and subsequently ceased to be readily available is not 
addressed by this response. Nor do the rules address the question 
of post-issue original deposits, whether necessary or not to 
comply with the patent statutes. 

Comment: Many comments were received regarding pro- 
posed § 1.204 and the subject of replacement deposits. One 
comment suggests that the time limits in proposed § 1.204(a) 
for making replacement deposits, specifically as they apply 
post-grant, are totally arbitrary. For example, a replacement 
deposit made four months after notice from the depository, 
without a suitable petition for extension of time, could not be 
relied on. A number of comments suggest that in proposed § 
1.204(a), it is not clear who is required to petition whom in 
order to obtain an extension of time’ in which to make a 
replacement deposit. A depository is not equipped to deal with 
the legalities of such matters. If the petition is filed with the 
Office, there will be administrative burdens. Another comment 
suggests that instead of specified time limits and petitions for 
extensions of time, the rule should state that where a patentee 
makes a replacement deposit, the patentee shall promptly 
request a certificate of correction identifying the particulars of 
the replacement deposit and that no certificate of correction 
shall be granted unless the request includes, inter alia, a verified 
showing that the patentee acted diligently in making the replace- 
ment deposit. A certificate of correction in providing the partic- 
ulars of the new deposit (depository and accession number) 
would provide the simplest and most straightforward vehicle 
under which the patentee could assure continuing public notice 
(and accordingly public access) to particular biological mate- 
rials described in the specification. Corrections to the issued 
patent would be made subject to all conditions of these deposit 
regulations and an additional specific requirement that the 
replacement deposit be made diligently after the notification 
is received that samples cannot be furnished from the deposit. 
This generalized requirement of diligence is preferable to the 
more rigid and cumbersome procedures set forth in the rules 
as proposed. 

Response: The provisions of a three-month time limit for 
making a replacement deposit and petitioning for extensions 
of time t extend the limit in proposed § 1.204(a) applied by 
their terms only to patentees or patent owners. These provisions 
have not been adopted. Except in reexamination and reissue 
applications, it is beyond the rulemaking authority of the Office 
to regulate issued patents. Thus, instead of requiring patent 
owners to make replacement, or supplemental, deposits and to 
make them within a specified time, or to require them to request 
certificates of correction, paragraphs (a), (b) and (c) of § 1.805 
as adopted specify that a replacement or supplemental deposit 
made in connection with a patent, whether or not made during 
the pendency of an application for reissue patent or a reexamina- 
tion proceeding or both, shall not be recognized in any Office 
proceeding unless the patent owner requests a certificate of 
correction under § 1.323 provided certain specified conditions 
are met, including that the patent owner acted diligently in 
making the replacement or supplemental deposit and promptly 
thereafter requested the certificate of correction. 

Comment: The rules should indicate that replacement 
deposits made during the pendency of an application will be 
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treated in exactly the same way as any other deposit made after 
the a date. . 

e: The suggestion has been essentially adopted in § 
1 ss which states, inter alia, that a replacement or supple- 
mental deposit made in connection with an application for 
ae cee oe ae 
an original deposit under these regulations, including the 
requirement set forth under § 1.804(b). 

Comment: The rules should address a situation where the 
deposit is of a non-viable biological material, such as a marine 
sponge or other marine macroorganism. Filling requests for 
samples can ultimately consume the entire deposit. Two other 
comments suggest that a depositor be permitted to charge the 
requesting party a fee sufficient to cover the cost of replacing 
the deposit. A competitor could “drain off” the store of deposit 
and thereby require replacement at significant economic hard- 
ship to the depositor. 

Response: Where the biological material deposited is capable 
of self-replication either directly or indirectly, exhaustion of 
the deposit would appear to be highly unlikely. Regardless of 
the type of biological material deposited, however, the depositor 
must assure that samples thereof be available beyond the 
enforceable life of any patent relying on the material. 

Comment: Nothing in the regulations which define the suit- 
ability of a depository requires that the depository itself must 
provide notice to depositors in the event of an inability to 
furnish samples yet proposed 1.204(a) does. 

Response: The suggestion has been adopted in § 
1.803(a)(2)(vii). 

Comment: A number of comments suggest that the legal 
ramifications of an additional deposit made pursuant to pro- 
posed § 1.204(h), i.e., made where an earlier deposit has become 
contaminated or has lost its capability to function as described 
in the specification, are not clear. Some of the same comments 
go on to suggest that the deposit provided for in § 1.204(h) be 
termed a “supplemental” deposit rather than an “additional” 
deposit to emphasize the relationship between it and the earlier 
deposit, that such a deposit have the same legal effect as the 
earlier deposit provided the patent holder provides a verified 
statement that it is identical to the earlier deposit, and that it 
have the same accession number as the earlier deposit, perhaps 
with a suffix modification. One comment suggests that the 
tules require that a deposit under (h) be assigned 
the same accession number but with an appropriate s 
A depository commentator asks that where a deposit under 

(h) is made, which deposit — the earlier or the later 
one — should be made available to the public. Currently, this 
depository advises a requesting party that there are two deposits. 

Response: The suggestion of replacing the term “additional” 
with the term “supplemental” has been adopted but in a some- 
what different setting. Whereas proposed § 1.204(h) stated that 
nothing in the regulations was intended to prohibit a patentee 
from making an additional deposit, paragraphs (a), (b), (c), (f) 
and (g) of § 1.805 as adopted provide for patent owners as 
well as patent applicants making supplemental deposits of a 
biological material earlier deposited from which a depository 
can still furnish samples. These paragraphs provide for supple- 
mental deposits similar to the provisions in these paragraphs 


for replacement deposits, including the requirement of showing 
diligence in making the deposit in connection with a patent, 
except that instead of making the deposit after receiving notice 
that samples could no longer be furnished from an earlier 
deposit, as in the case of a replacement deposit, the deposit is 


made after receiving notice that the earlier it had become 
contaminated or had lost its capability to function as described 
in the specification. While the rules specify that the Office in 
any Office proceeding will recognize supplemental deposits if 
made under certain conditions, it is not known what legal effect 
a court will give to such recognition. As far as what accession 
number a depository should give to a supplemental deposit, 
this is a matter within the discretion of the depository. As to 
which deposit, either an earlier deposit or a supplemental 
deposit, should be made available to the public, this would 
depend on the accession number requested. A supplemental 

it made according to these regulations would be freely 
available to the public to the same extent as an original deposit 
made according to these regulations. Obviously, nothing in 
these regulations prohibits a depository from advising a 
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requesting party that there is more than one deposit of a partic- 
ular biological material. 

at Aer dy She se dg wares Home 1.204 regulates the 
effects on patents, in other than certain statutorily defined situa- 
tions such as reexamination and reissue, for failure to make 
replacement deposits according to the rule, it exceeds the rulem- 
aking authority of the Office. An example is proposed 1.204(c). 

Response: Section 1.805 as adopted, to the extent it addresses 
replacement deposits made _ patent owners, contains no affir- 
mative provisions or prohibiting replacement 
deposits. Rather, it prescribes Saat an applicant or patent owner 
may do vis-a-vis the Office if a replacement deposit is made 
and what the ramifications are in any Office proceeding if a 
replacement deposit is not made or improperly made. Proposed 
§ 1.204(c) was, and § 1.805(d) as adopted is, limited to Office 
proceedings. The provision that a patentee may not replace a 
viable deposit where the depository can furnish samples in 
aan * 1.805(i) as adopted 
with the provision that the Office will in any 
Office proceeding a replacement deposit ic made by a patent 
owner where the depository could furnish samples of the deposit 
being replaced. 

Comment: One comment suggests that the term of deposit 
in proposed § 1.205 is excessive. The term should be through 
the expiration of the patent plus 10 years. Another comment 
suggests that § 1.205 be adopted except that the last sentence 
should be deleted and the term “viable” before “deposit” be 

. The term “viable” should be deleted as viability is 
dealt with elsewhere, e.g., proposed § 1.206. The last sentence 
should be deleted because, while the Office may set what it 
considers adequate terms of deposit on or before patent grant, 
it has no statutory authority or mechanism for supervising the 
term of the agreement of the deposit. The last sentence is also 
highly indefinite in failing to indicate how far beyond the 
enforceable life of a patent the deposit must be maintained. 

Response: The suggestions have been adopted in part. Pro- 
posed § 1.205, including the last sentence, has been adopted 
as § 1.806 except that the thirty-year term applies to any deposit 
made before or during pendency of an application for patent. 
No requirement of viability is stated in the rule. The Office 
agrees that once a patent issues, it has no authority or mecha- 
nism for supervising the term of the agreement of the deposit. 
But the Office does have the authority to set the term of deposit 
while an application is still pending. That is all § 1.806 does. 
In almost all cases, the term of deposit as set forth in the first 
sentence of § 1.806 will extend beyond the enforceable life of 
the patent for which a deposit was made. The last sentence of 
§ 1.806 is intended to cover those rare circumstances where 
extended ution in the Office results in expiration of the 
term of deposit as set forth in the first sentence while the patent 
is still enforceable. At this time, there appears to be no need 
to specify any finite time period beyond the enforceable life 
of a patent. If experience demonstrates that the public interest 
is not being served by the present provisions, an appropriate 
amendment will be proposed. 

Comment: A depository commentator suggests that the 
requirement in proposed § 1.207(b)(1) that a request for a 
sample of the deposited material be signed poses an administra- 
tive burden on depositories which accept telephone, telex and 
electronic mail requests for samples. Requiring that a request 
be signed can and will delay the receipt of samples by many 
days. The signing requirement should not be ad 

Response: The suggestion has been adopted in § 1. 808(b)(1). 

Comment: A depository commentator suggests that the 
requirement in proposed § 1.207(b)(3) that a copy of the request 
be provided to the depositor poses a problem since most requests 
also include a request for samples of many other deposited 
biological materials. For such a request, it would be necessary 
to send a copy to each depositor, blanking out the other deposi 
not made by that depositor. It should be sufficient that the 
depositor is notified to whom and the date a sample was pro- 
vided. The cost will be much greater if a copy has to be supplied. 

Response: The suggestion has been adopted in § 1.808(b)(3). 

Comment: A depository commentator suggests that in pro- 
arr 1.207(b), it is not clear, after the term of the patent, 

hether the deposit is again restricted as it was before the 
out was granted, i.e., not furnished unless the requesting 
party has the proper authorization from the depositor or the 
Commissioner, or whether the deposit is no longer subject to 
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subparagraphs (1), (2) and (3) thereof and can be furnished 
without any specific identification or notification. It is sug- 
gested that either a statement be added as to what happens 
after the term of the patent or the term “during the term of the 
patent” be deleted. 

Response: The suggestions have not been adopted. Section 
1.808(a)(2) requires that subject to paragraph (b) thereof, all 
restrictions imposed by the depositor on the availability to the 
public of the deposited material will be irrevocably removed 
upon the granting of the patent. Paragraph (b), by its terms, is 
limited to the term of the patent. A contract between a depositor 
and a depository according to paragraph (b) but which extends 
beyond the term of the patent would violate paragraph (a)(2). 
It should be self-evident that for deposits in compliance with 
these regulations, samples of the deposit may be furnished 
without any specific identification or notification for requests 
made after the term of the patent. 

Comment: While many comments suggest adoption of a rule 
restricting the transfer of a sample of a deposited material to 
a third party without the depositor’s permission, such as pro- 
posed § 1.207(c), as well as the adoption of a rule requiring 
other restrictions on access to deposited material, two comments 
suggest that such rules not be adopted. The rationale is that if 
a deposit is basically a replacement for that which could not be 
adequately written in the patent specification itself, no specific 
statutory authority exists for restricting access to the deposited 
material any more than the patent law would countenance 
restrictions on access to the written description itself. If abuses 
exist by virtue of the absence of limitations on access to depos- 
ited materials, then the remedy for patent infringement is as 
applicable to deposited material as it is to infringers acting 
from knowledge of the written description itself. Accordingly, 
unrestricted access to deposits should be allowed. One of the 
comments suggests further that if there are to be some restric- 
tions to access, § 1.207(c) is otherwise problematic 


and ineffective. For example, the limitation on access applies to 
“derived” materials which could include wholly noninfringing 
derivatives which might themselves constitute a patentable 
invention of a third party requester. The proposed rule would 


deny the third party requester the right to what ought to be an 
unrestricted right to sell or otherwise dispose of this derivative 
material to third parties. Moreover, the proposed rule is remedi- 
less since the Office neither has continuing jurisdicton over 
the patentee nor a third party requester. Two depository com- 
mentators expressed reservations about proposed 1.207(c). One 
suggests that the first sentence therein is in direct contradiction 
to the long-standing policies of both NRRL and ATCC. 
Most depositories no longer require this type of guarantee from 
requesting parties as they find it almost impossible to enforce. 
The other suggests that the administrative burden to the deposi- 
tory in handling agreements made pursuant to the proposed 
rule will be great and the cost will be borne by the depositor. 
At $10 an agreement and 300 requests a year for a particular 
deposit, the cost to the depositor would be $3,000 a year. If § 
1.207(c) is adopted, there should be some mention that if a 
depository charges a fee for this service, the fee must be paid 
or the depository will not be obligated to provide the service. 
In the European Patent Office (EPO), which has a similar 
provision, the EPO, not the depository, obtains the ment 
and advises the depository to make the sample available. The 
comment asks if the Office is prepared to do this. Additional 
comments ask what rules govern a new deposit for patent 
purposes of the same or derived biological material by a 
requesting party if the substance of proposed § 1.207(c) is 
adopted. Some comments were in response to a solicitation in 
the notice of proposed rulemaking for alternative approaches 
and suggested appropriate definition of “essential characteris- 
tics” with respect to derived material in proposed § 1.207(c). 
Response: The Office has decided not to adopt a rule permit- 
ting a depositor to require that a sample of a deposited biological 
material shall be furnished only if the requesting party has 
agreed not to make the material or a derivative thereof available 
to a third party without the depositor’s permission. Thus, pro- 
posed § 1.207(c) has not been adopted. The Office agrees with 
many of the comments about shortcomings in the 
rule. Fundamentally, however, the proposed rule has not been 
adopted in view of the rationale stated in the comment that no 
greater restriction on access to a deposit should be permitted 
than is permitted on access to the written description itself, 
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even considering that the practical value of access to a deposit 
may be substantially greater than access to the written descrip- 
tion and that infringement may be more difficult to police. 
While it might be that the adoption of proposed § 
1.207(b) with revisions as § 1.808(b) is inconsistent with this 
rationale, the Office believes that permitting the depositor to 
require a requesting party, in essence, to identify itself is not 
unreasonable under the circumstances and is consistent with 
international practice as embodied in the Budapest Treaty. 

Comment: Many comments which suggest the adoption of 
the substance of proposed § 1.207(c) also suggest the adoption 
of rules incorporating the recommendations made in the April 
8, 1987 World Intellectual Property Organization (WIPO) 
report on the Industrial Property Protection of Biotechnological 
Inventions (1) to use the biological material only for experi- 
mental purposes concerning the invention, and (2) not to export 
the biological material except to a country for which a relevant 
patent has been granted. The reasons generally given were that 
it is necessary to protect the patentee and enhance the patentee’s 
ability to enforce a patent relying on a deposited material. One 
comment suggests that incorporating the recommendation on 
experimental use would clarify what is permitted by law. In 
the Notice of Proposed Rulemaking, 53 Fed. Reg. at 39423- 
24, the Office described the difficulties in drafting a regulation 
incorporating these recommendations and requested specific 
suggestions as to how to draft a regulation which both accom- 
plishes the intended purpose and is not inconsistent with law. 
No specific suggestions were received, although one comment 
suggests that where a deposited material is covered by an 
unexpired U.S. patent, a rule be adopted permitting the depos- 
itor to require the requesting party to agree to comply with the 
provisions of 35 U.S.C. 271. Another comment suggests that 
legislation is necessary to deal with the problems addressed 
by the WIPO recommendations. A restriction against exports 
could be considered to be violative of 35 U.S.C. 112 since 
foreign requesters would be denied access to deposits where 
a patentee had never sought foreign patent protection. A restric- 
tion to experimental purposes only, while more justifiable, 
raises two problems. One is that “experimental purposes” have 
not been defined and the term has been open to several interpre- 
tations. The other is that the proper redress for non-experimental 
use is a suit for patent infringement, not a suit based on the 
requester’s promise to the depo comment suggests that a rule 
be adopted permitting the depositor to require that a requesting 
party acknowledge that the furnishing of a sample of the depos- 
ited biological material does not constitute a license, express 
or implied, to use that sample for any purpose. 

Response: None of the suggestions have been adopted for 
essentially the same rationale discussed in the response to the 
previous comment. None suggest how to draft a regulation 
which both accomplishes the intended purpose and is not incon- 
sistent with law, and which provides a compelling justification 
and rationale for departing from present policy and practice. 
The suggestion that a requesting party agree to comply with 
35 U.S.C. 271 as a condition precedent to obtaining a sample 
of deposited biological material is interpreted as an agreement 
not to infringe a corresponding valid patent, something which 
a requesting party is already bound not to do under law. The 
suggestion that a depositor be permitted to require a requesting 
party to acknowledge that there is no express or implied license 
to use a sample for any purpose exceeds the rulemaking 
authority of the Office since certain unlicensed uses of patented 
subject matter have been found by the courts to be permissible. 

Comment: Many of the comments suggesting adoption of 
the substance of § 1.207(c) and/or the WIPO recommendations 
on experimental use and export also suggest adoption of rules 
permitting additional restrictions. One comment suggests 
requiring the recipient of biological material to report, at least 
annually, to the patent holder, on the research and other results 
obtained by use of the biological material. The same commen- 
tator suggests that even after patent expiration, an unlicensed 
recipient should not be permitted to use the biological material 
for other than experimental purposes absent agreement from 
the depositor. The commentator would prohibit commercial use 
of the biological material without permission of the depositor. 
Another comment suggests that the policy consideration for 
permitting deposits is to insure that the patented invention can 
be practiced after patent expiration. Requiring a requesting 
party to enter into an agreement with the depositor defining 
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the terms and conditions under which a sample of the deposited 
material would be used making an accounting of such use, and 
proof of compliance, is neither unreasonable nor — to 
law. It would not place an administrative burden on the Office 
since the depository could be permitted to release samples only 
if the requesting party signs a license. Any attempt by the 
depositor to impose an unlawful restriction and withhold release 
would be a matter for the courts, not the Office. Another com- 
ment suggests various additional restrictions be . These 
are (1) that the requesting party have residence in the U.S. or 
in the country where the depository is located, if different; (2) 
that the patentee be given the option to restrict furnishing of 
samples to independent experts only for the duration of the 
patent; and (3) that the deposit be released only if the depositor 
expressly consents (in the absence of which validity of the 
patent must be resolved without recourse to the deposit). 
Restriction (1) should be adopted so that the deposit cannot be 
legally exported to a country where the patent owner has no 
enforceable rights. Restriction (2) should be adopted to prevent 
access of the deposited material to potential infringers. Its 
adoption should be coupled with a statement that a deposit 
released to an expert shall be regarded as being available to 
the public. Restriction (3) should be adopted as an extension 
to the description in proposed § 1.201 that the disclosure “may 
include a deposit.” In other words, the patentee at any time 
during the patent term should be able to rely on the written 
description alone for satisfying 35 U.S.C. 112, such as where 
the reasons for requiring a deposit originally no longer exist. 

Response: None of the suggestions have been adopted for 
essentially the same reasons discussed in the responses to the 
previous two comments. 

Comment: A depository commentator suggests that proposed 
§ 1.207(d) needs further deliberation. Now, publication in a 
U.S. patent of a deposit and accession number is sufficient for 
that depository (ATCC) to make samples available. The Office 
should be prepared to receive several requests for 
certification under § 1.207(d) if adopted. If the Office is going 
to certify the availability of deposits, it should certify the avail- 
ability of all deposits. Easier than the proposed rule would be 
to include a statement in the patent that there is a deposit, its 
accession number and where it is deposited, and that it has been 
made under the condition that it is available upon publication of 
the issued patent. 

Response: The suggestion has not been adopted. The com- 
ment appears to be interpreting the term “Upon request” at the 
beginning of proposed § 1.207(d) to mean “Upon request to a 
depository for a sample of a deposited material”, or in other 
words, the commentator appears to have interpreted the pro- 
posed language as requiring the depository to request certifica- 
tion from the Office each time a request for a sample of a 
deposit is made. It was not intended to impose such a burden 
on depositories. Rather, it was intended that the term “Upon 
request” refer to a request made to the Office. Therefore, pro- 
posed § 1.207(d), revised by inserting the term “made to the 
Office” after “Upon request”, has been adopted as § 1.808(c). 

Comment: One comment suggests that there is no apparent 
reason for the use of the different words “ [e]stablishing” and 
“[a]rguing”, in proposed paragraphs (b)(2) and (b)(3), respec- 
tively, of § 1.208 since the same meaning is intended by each. 
Either word alone should be used in both subparagraphs (2) 
-_ (3). The same comment goes on to suggest that the reference 

to paragraph (b)(2) in the last sentence of proposed § 
1.208(b)(3) is redundant since the examiner may be convinced 
that a deposit is not required where the applicant has established 
that the involved biological material is known and readily avail- 
able to the public. A comment along the same lines suggests 
that paragraph (b)(2) is unnecessary. As a purely logical matter, 
an applicant ought to be entitled to reply to a rejection either 
by making an acceptable deposit or arguing why a deposit is 
not required under the circumstances. Proposed 1.208(b)(2) is 
merely one possibility for an argument that a deposit is not 

uired. 


Response: The suggestions have been 
1.208(b)(2) has not been adopted and proposed 
has been substantially 


. Proposed § 
§ 1.208(b)(3) 
as 1.809(b)(2). In addition, § 
1.809(b)(2) provides for examination with respect to a patent, 
since deposit issues may arise in connection with a reissue 
application and/or a reexamination proceeding, and provides 
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Comment: A number of comments suggest that the term 
“taxonomic description” in proposed § 1.208(d)(3) is unclear 
and in in some cases. One comment suggests that 
it is not clear how complete a description is required. If con- 
strued in its broadest sense, it could have the undesirable effect 
of delaying filing of an application until taxonomic characteris- 
tics have been determined. Some biological materials within 
the scope of the proposed rules, such as plasmids, are not 
susceptible of taxonomic description. The requrement that the 
specification contain a taxonomic description should not be 

since such a description may not be possible and since 
the availability of a deposit makes such a description super- 
fluous, since the taxonomy is inherent in the deposit. The 
response to comments made earlier regarding the taxonomic 
description requirement is inconsistent with the rule. 
response states that the extent to which a taxonomic 
description is required will depend on the facts of the case yet 
the proposed rule states that the specification shall contain such 
a description. The response states that the taxonomic description 
must be sufficient for purposes of 35 U.S.C. 112 yet the require- 
ment of a deposit presupposes that a written description alone 
will not satisfy the statute. The need to verify that the deposited 
biological material is that disclosed in the specification arises 
only when the deposit is made after the filing date. That situation 
can be dealt with by deleting the taxonomic description require- 
ment from § 1.208(d) and adding a new subparagraph (e) .) which 
would provide that in cases where a deposit is made after the 
filing date and where the nature of the material permits, a 
taxonomic description is required in addition to the items speci- 
fied in subparagraph (d). Another comment suggests that the 
term “taxonomic” be deleted since it is irrelevant to many types 
of deposits and would provide greater clarity to the rules. 
Another comment suggests that the current language in pro- 
posed § 1.208 (d)(3) be replaced with “Fully identify and 
describe the deposited material”. 

Response: The suggestions have been adopted in part. Section 
1.809(d)(3) 2s adopted requires a description of the deposited 
biological material sufficient to specifically identify it and to 
permit examination. While the rule does not by its terms require 
a taxonomic description, such a description should satisfy the 
tule as adopted in cases where the biological material deposited 
admits of a taxonomic description. 

Comment: The Office should petition the Budapest Assembly 
to address the same issues dealt with in the proposed rules so 
that they apply to both U.S. and foreign filings. Uniformity in 
the rules is important, especially for U.S. inventors who file 
here and abroad. 

Response: While uniformity in both U.S. and foreign rules 
is desirable, this is not deemed to be the appropriate forum in 
which to address the suggestion. 


Discussion of Specific Sections 
BIOLOGICAL MATERIAL [ § 1.801]: 


The section indicates that the rules pertaining to deposits for 
purposes of patents for inventions under 35 U.S.C. 101 are 
intended to relate to biological material. For the purposes of 
these rules, the term “biological material” is defined in terms 
of a non-exhaustive list of ——— materials which can 
be deposited in accordance with the procedures defined in these 
rules. Since these rules are intended to address procedural 
matters in the deposit of biological material for patent purposes, 
and are not designed to decide such substantive issues such as 
whether a deposit of a particular organism or material would 
be recognized or needed to be made for the purposes of satis- 
fying the statutory requirements for patentability under 35 
U.S.C. 112, the definition provided in this section is intended 
to be permissive - specifically defining materials which can be 

ited. 


ited. 
Biological material includes material that is capable of self- 
replication either directly or indirectly. Direct a 
includes those situations where the biological material repro- 
duces by itself. Representative examples of materials capable 
of self-replication are defined in the rule. Indirect self-replica- 
tion is meant to include those situations where the biological 
material is only capable of replication when another self-repli- 
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cating biological material is present. Self-replication after inser- 
tion in a host is one example of indirect self-replication. 
Examples of indirect replicating biological materials include 
viruses, phages, plasmids, symbionts, and replication defective 
cells. The list of representative examples of each type of repli- 
cating material includes viruses to demonstrate that the lists 
are not intended to be mutually exclusive. 

Although plant material is included within the scope of the 
definition of biological material for purposes of patents for 
inventions under 35 U.S.C. 101, these rules on deposits are 
not applicable to applications filed under the Plant Patent Act 
(35 U.S.C. 161-164). The Office is of the view that a deposit 
is not required under the present provisions of 35 U.S.C. 162. 
Thus, no plant patent granted under the provisions of 35 U.S.C. 
161-164 need be supported by a deposit. As with other biolog- 
ical material deposited for purposes of patents for inventions 
under 35 U.S.C. 101, the deposit of plant material together 
with the written specification must enable those skilled in the 
art to make and use the claimed invention. 

As with some types of reproducible biological material, seeds 
can be reproduced only after a growing season which may be 
relatively long. Although the rules do not specify a specific 
number of seeds to be deposited to meet the requirements of 
these rules, the Office will consider 2500 to be a minimum 
number in the normal case, but will give an applicant the 
opportunity to provide justification why a lesser number would 
be suitable under the circumstances of a particular case. The 
Department of Agriculture requires a deposit of 2500 seeds 
for the grant of a Plant Variety Protection Certificate. As the 
reproduction of seeds will often take a substantial period of 
time, the Office will require, at a minimum, a number of seeds 
that is likely to satisfy demand for samples once the patent is 
granted. 

Section 1.801 does not attempt to identify what biological 
material either needs to be or may be deposited to comply with 
the requirements of 35 U.S.C. 112. For the most part, this issue 
must be addressed on a case-by-case basis. Thus, while the 
Office does not presently contemplate that there would be any 
situations where a material that is not capable of self-replication 
either directly or indirectly would be acceptable as a deposit, 


an applicant is clearly not precluded in any given application, 
by these rules, from attempting to show why the deposit of 
such a material should be acceptable to satisfy the requirements 
of 35 U.S.C. 112. 


NEED OR OPPORTUNITY TO MAKE A DEPOSIT [ § 1.802] 


This section permits a deposit of a biological material to be 
referenced in a patent application where an invention is, or 
relies on, a biological material. The invention may rely on a 
biological material for the purposes of making or using the 
invention, either as a preferred mode or an alternative mode 
of operation. It is not necessary, for the purposes of paragraph 
(a), that a deposit be required to satisfy the requirements of 35 
U.S.C. 112 before a reference to a deposit is permitted in the 
specification. 

There is no necessary implication or presumption that can 
or should be made about the need for a deposit simply because 
reference to a deposit is made in an application disclosure. As 
noted in paragraph (b), biological material need not be deposited 
unless access to such material is necessary for the satisfaction 
of the statutory requirements for patentability under 35 U.S.C. 
112 and that access is not otherwise available in the absence of 
a deposit. Where a deposit is required to provide the necessary 
access, a deposit is acceptable for patent purposes only where 
it is made in accordance with these regulations. Even where 
access to biological material is required to satisfy these statutory 
requirements, a deposit may not be necessary if access sufficient 
to satisfy these requirements is otherwise available. 

For example, applicant could show that the biological mate- 
rial is known and readily available to the public. The concepts 
of “known and readily available” are considered to reflect a 
level of public accessibility to a necessary component of an 
invention disclosure that is consistent with an ability to make 
and use the invention. To avoid the need for a deposit on this 
basis, the biological material must be both known and readily 
available - neither concept alone is sufficient. A material may 
be known in the sense that its existence has been published, 
but is not available to those who wish to obtain that particular 
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known biological material. Likewise, a biological material may 
be available in the sense that those having possession of it 
would make it available upon request, but no one has been 
informed of its existence. 

By showing that a biological material is known and readily 
available or by making a deposit in accordance with these rules, 
applicant does not tee that such biological material will 
be available forever. Public access during the term of the patent 
may affect the enforceability of the patent. Although there is 
a public interest in the availability of a deposited biological 
material during and after the period of enforceability of the 
patent, the examiner need not be unduly concerned about con- 
tinued access to the public. Unless there is a reasonable basis 
to believe that the biological material will cease to be available 
during the life of the patent, the examiner should accept current 
availability as satisfying the requirement. The incentives pro- 
vided by the patent system should not be constrained by the 
mere possibility that a disclosure that was once enabling would 
become non-enabling over a period of time through no fault 
of the patentee. In re Metcalfe, 410 F.2d 1378, 161 USPQ 789 
(CCPA 1969). 

There are many factors that may be used as indicia that a 
biological material is known and readily available to the public. 
Relevant factors include commercial availability, references to 
the biological material in printed publications, declarations of 
accessibility by those working in the field, evidence of predict- 
able isolation techniques, or an existing deposit made in accor- 
dance with these rules. Each factor may or may not be sufficient 
alone to demonstrate that the biological material is known and 
readily available. Those applicants that rely on evidence of 
accessibility other than a deposit take the risk that the patent may 
no longer be enforceable if the biological material necessary to 
satisfy the requirements of 35 U.S.C. 112 ceases to become 
accessible. 

The Office will accept commercial availability as evidence 
that a biological material is known and readily available only 
when the evidence is clear and convincing that the public 
has access to the material. A product could be commercially 
available but only at a price that effectively eliminates accessi- 
bility to those desiring to obtain a sample. The relationship 
between an applicant relying on a biological material and the 
commercial supplier relied upon is one factor that would be 
considered in determining whether the biological material was 
known and readily available. However, the mere fact that the 
biological material was available only through the patent holder 
or the patent holder’s agents or assigns shall not, by itself, 
justify a finding that the necessary material is not readily avail- 
able, absent reason to believe that access to the biological 
material would later be improperly restricted. 

The mere reference to a deposit or the biological material 
itself in any document or publication does not necessarily mean 
that the deposited biological material is readily available. Even 
a deposit made under the Budapest Treaty and referenced in a 
United States or foreign patent document would not necessarily 
meet the test for known and readily available unless the deposit 
was made under conditions which are consistent with those 
specified in these rules, including the one that requires, with 
one possible exception, that all restrictions on the accessibility 
will be irrevocably removed upon the granting of the patent. 

Applicant may show that a deposit is not necessary even 
though specific biological materials are required to practice the 
invention if those biological materials can be made or isolated 
without undue experimentation. Deposits may be required to 
support the claims if an isolation procedure requires undue 
experimentation to obtain the desired biological material. Ex 
Parte Jackson, 217 USPQ 804 (PTO Bd. Pat. App. 1982) No 
deposit is required, however, where the required biological 
materials can be obtained from publicly available material with 
only routine experimentation and a reliable screening test. 
Tabuchi v. Nubel, 559 F.2d 1183, 194 USPQ 521 (CCPA 1977); 
— Hata, 6 USPQ 2d 1652 (PTO Bd. Pat. App. & Int. 
1987). 

Once a deposit is made in a depository complying with 
these rules, and under conditions complying with these rules, 
a biological material will be considered to be readily available 
even though some requirement of law or regulation in the 
United States or in the country where the depository institution 
is located permits access to the material only under conditions 
imposed for health, safety or similar reasons. This provision 
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is consistent with the Budapest Treaty (Article 5) and is 
designed to permit the patenting of inventions involving mate- 
rials having restricted distribution, where the restrictions are 
imposed for the public, as opposed to the private, welfare. 

Paragraph (c) specifically provides that the mere reference 
to a deposit of biological material in the specification disclosure 
or the actual deposit of such material does not create any 
presumption that such referenced or deposited material is neces- 
sary to satisfy 35 U.S.C. 112, or that a deposit in accordance 
with these regulations is or was required. Since reference to a 
biological material cannot be added to a specification disclosure 
after filing an application without risking the prohibited intro- 
duction of new matter (35 U.S.C. 132), applicants must be 
permitted to address the need to make a deposit in accordance 
with these regulations without jeopardizing a filing date. Thus, 
the examiner has the burden of showing that a deposit is required 
to satisfy 35 U.S.C. 112, and cannot rely on whether a deposit 
has been made or has been referenced in the specification 
disclosure to establish a prima facie case that the disclosure 
does not comply with 35 U.S.C. 112 without deposit. 


ACCEPTABLE DEPOSITORY [ § 1.803] 


This section indicates that a depository will be recognized 
as acceptable for the purposes of these regulations if it is either 
an International Depositary Authority (IDA) established under 
the Budapest Treaty, or if it is a depository recognized as 
suitable by the Commissioner. After the effective date of these 
regulations, a deposit of biological material which is made in 
a depository which is not recognized as acceptable under this 
regulation will not be considered as satisfying the requirements 
of 35 U.S.C. 112. On the other hand, if a deposit is not required 
to satisfy the requirements of 35 U.S.C. 112, it is permissible 
to make reference to such a deposit even though it may not be in 
a depository or made under the conditions which are acceptable 
under these regulations. As new depositories are accepted under 
the Budapest Treaty or are recognized as suitable by the Com- 
missioner, their identity will be announced in the Official 
Gazette. 

An organization may be recognized as suitable by the Office 
if the procedure and conditions specified in paragraphs (a)(2) 
and (b) are followed. Generally, it is not the intention of the 
Office to recognize as suitable any organization where the need 
for a suitable depository for patent purposes is being met by 
depositories recognized as IDAs under the Budapest Treaty. 
Suitability will be judged by the Commissioner, based on need 
and the information supplied by the organization seeking status, 
and information obtained from other sources that may be con- 
sulted. 

While there is a desire to provide flexibility to a patent 
applicant in selecting an appropriate depository, these rules are 
not intended to permit each patent applicant to become its own 
depository since both the patent owner and the public have an 
interest in the continued availability and accessibility of the 
deposit during the enforceable life of the patent, and the public 
has a continuing interest in its availability when the patent is 
no longer enforceable. The concept of a depository independent 
of the control of the depositor or an IDA as an acceptable 
depository is based on the need and desire to ensure the safe 
and reliable storage of a deposited biological material under 
circumstances that are substantially free of the opportunity for 
intentional or negligent handling of the deposited material. The 
use of an independent depository or internationally recognized 
depository will tend to preserve the integrity of the deposit 
process against those that may accidentally alter the deposited 
material, may wish to tamper with the deposited material or 
may wish to resume control of its availability when the patent 
is no longer enforceable, and to preserve the interest of the 
public in the access to the biological material once the term 
of the patent expires. 

When a depository having status under paragraph (a)(2) of 
this regulation seeks to change the kinds of biological materials 
that it will accept and maintain for the s of these rules, 
a communication requesting such a change should be directed 
to the Commissioner containing the information requested in 
paragraph (b). When such a change is requested, the requesting 
organization should provide a complete list of the kinds of 
biological materials it will accept. 
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Paragraph (d) of this section indicates that once a depository 
is recognized as suitable for the purposes of this rule, or has 
defaulted or discontinued its performance under this section, 
notice thereof will be published in the Official Gazette of the 
Patent and Trademark Office. A current list of IDAs recognized 
under the Budapest Treaty is as follows: 


Agricultural Research Culture Collection (NRRL) - USA 
American Type Culture Collection (ATCC) - USA 
Australian Government Analytical Laboratories (AGAL) - 
Australia 

Centraalbureau Voor Schimmelcultures (CBS) - Netherlands 
Collection Nationale De Culture De Micro-organismes 
(CNCM) - France 

Commonwealth Agriculturial Bureau (CAB), International - 
Mycological Institute - United Kingdom 

Culture Collection of Algae and Protozoa (CCAP) - United 
Kingdom 

Deutsche Sammlung Von Mikroorganismen (DSM) - Feder- 
alRepublic of Germany 

European Collection of Animal Cell Cultures (ECACC) - 
United Kingdom 

Fermentation Research Institute (FRI) - Japan 

Institute of Micro-organism Biochemistry and Physiology 
of the USSR Academy of Science (IBFM) - Soviet Union 
In Vitro International, Inc. (IVI) - USA 

Mezogazdasagi Es Ipari Mikroorganizmusok Magyar Nem- 
zeti Gyujtemenye (MIMNG) - Hungary 

National Bank for Industrial Microorganisms and Cell Cul- 
tures (NBIMCC) - Bulgaria 

National Collection of Industrial Bacteria (NCIB) - United- 
Kingdom 

National Collection of Type Cultures (NCTC) - United 
Kingdom 

National Collection of Yeast Cultures (NCYC) - United 
Kingdom 

USSR Research Institute for Antibiotics of the USSR Min- 
istry of the Medical and Microbiological Industry 
(VNIIAA) - Soviet Union 

USSR Research Institute for Genetics and Industrial Micro- 
organism Breeding of the USSR Ministry of the Medical 
and Microbiological Industry (VNII Genetika) Soviet Union 


TIME OF MAKING AN ORIGINAL DEPOSIT [§ 1.804] 


This section specifies the time for making an original deposit 
to fulfill the requirements of 35 U.S.C. 112. Paragraph (a) 
specifies not only a permissible time frame for making an 
original deposit, but also specifies that the biological material 
deposited must be specifically identified in the application for 
patent as filed. The requirement for a specific identification is 
consistent with the description requirement of the first para- 
graph of 35 U.S.C. 112, and to provide an antecedent basis for 
the biological material which either has been or will be depos- 
ited before the patent is granted. 

The description in the Lundak application as filed (now 
patent 4,594,325) provides a suitable illustration of the specific 
identification and description which is required in an application 
for patent as filed. In that application, an immortal B-cell line 
was disclosed and claimed. The cell line was referred to in 
the application as filed as WI-L2-729 HF2. The methods of 
obtaining and using this cell line were also described in the 
application as filed. A deposit of the cell line was made with 
the American Type Culture Collection (ATCC) about a week 
after the application was filed in the United States. The United 
States Court of Appeals for the Federal Circuit held that the 
requirements of access by the Office to a sample of the cell 
line during pendency, and public access after grant, were met by 
Lundak’s procedures. The Court further held that the addition of 
information designating the depository, accession number, and 
deposit date of the deposited cell line in ATCC after the filing 
date did not violate the prohibition against new matter in 35 
U.S.C. 132. In re Lundak, 773 F.2d 1216, 227 USPQ 90 (Fed 
Cir. 1985). It must be clear from the application as filed that 
the invention claimed and described in the specification “was 
fully capable of being reduced to practice (i.e., no technological 
problems, the resolution of which would require more than 
ordinary skill and reasonable time, remained in order to obtain 
an operative, useful process).” Feldman v. Aunstrup, 517 F.2d 
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1351, 1355, 186 USPQ 108, 113 (CCPA 1975), cert. denied, 
424 U.S. 912 (1976). 

When the original deposit is made after the effective filing 
date of an application for patent, applicant is required to 
promptly submit a verified statement from a person in a position 
to corroborate that the biological material which is deposited 
is a biological material specifically identified in the application 
(the filing date of which is relied upon) as filed. The nature 
of this corroboration will depend on the circumstances in the 
particular application under consideration, including the length 
of time between the application filing date and the date of 
deposit. While few, if any, situations can be imagined where 
the description requirement of 35 U.S.C. 112 can be satisfied 
where the biological material was not in existence at the time 
of filing, the rules do not preclude such a situation. There is 
no requirement in the patent law that an actual reduction to 
practice occur as a condition precedent to filing a patent applica- 
tion. The requirement for a verified statement is not necessary 
under paragraph (b) of this section if the person making the 
statement is an attorney or agent registered to practice before 
the Office. 

For the purposes of complying with the requirements of 35 
U.S.C. 112, a deposit of a biological material may be made at 
any time before filing the application for patent or during the 
pendency of the application subject to the conditions of § 1.809. 
Where the deposit is needed to satisfy the requirement of 35 
U.S.C. 112 and is made during the pendency of the application, 
it must be made no later than the time period set by the examiner 
at the time the Notice of Allowance and Issue Fee Due is 
mailed. A necessary deposit need not be made by applicant 
until the application is in condition for allowance so long as 
applicant provides a written assurance that an acceptable deposit 
will be made on or before the payment of the issue fee. This 
written assurance must provide sufficiently detailed informa- 
tion to convince the examiner that there is no outstanding issue 
regarding deposits that needs to be resolved. 

Those applicants intending to file patent applications in a 
country foreign to the United States relying upon biological 
material that must be deposited to satisfy the requirements of 
35 U.S.C. 112 when the application is filed in the United States 
are cautioned that in many countries the deposit must be made 
before the filing date of the priority application in order to 
obtain foreign priority rights. Thus, while the deposit of a 
biological material subsequent to the effective filing date of a 
United States application is sufficient to comply with 35 U.S.C. 
112, an applicant may not be able to rely on the filing date of 
such a U.S. application if a patent is sought in a country foreign 
to the United States. 


REPLACEMENT OR SUPPLEMENT OF DEPOSIT [§ 1.805] 


This section relates to the deposit of a biological material 
to replace or supplement a previous deposit. The term “replace- 
ment” is directed to those situations where one deposit is being 
substituted for another. An applicant may have greater latitude 
in replacing a deposit during the pendency of an application 
than after the patent is granted. Replacement will typically take 
place where the earlier deposit is no longer viable. The term 
“supplement” is directed to those situations where the earlier 
deposit is still viable in the sense that it is alive and capable 
of replication either directly or indirectly, but has lost a quality 
(e.g., purity, functionality) it allegedly possessed at the time the 
application was filed. The procedures in these rules contemplate 
that only the original depositor would have a right to replace 
or supplement the original deposit. 

Paragraph (a) relates to the procedure for replacing or supple- 
menting a deposit with respect to a pending application or a 
patent. An applicant for patent or patent owner whose patent 
is the subject of a reissue application or reexamination pro- 
ceeding is required to notify the Office when it obtains informa- 
tion that the depository possessing a deposit either cannot 
furnish samples thereof or can furnish samples thereof but the 
deposit has become contaminated or has lost its capability to 
function as described in the specification. When the Office is 
so notified or otherwise becomes aware of such information, 
the need for making a replacement or supplemental deposit 
will be determined by the same considerations used to determine 
the need for an original deposit under § 1.802(b). 
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A replacement or supplemental deposit made in connection 
with a pending application for patent will be accepted if it 
meets all the requirements for making an original deposit. It 
should be noted that for a pending application for patent, appli- 
cant need not replace or supplement the identical material pre- 
viously deposited, but may make an original deposit of a 
biological material which is specifically identified and 
described in the application as filed. Whether this alternative 
deposit will meet the requirements of 35 U.S.C. 112 with respect 
to the claimed subject matter must be resolved by the examiner 
on a case-by-case basis. 

A replacement or supplemental deposit made in connection 
with a patent, whether or not it is the subject of a pending 
reissue application or reexamination proceeding, shall not be 
recognized in any Office ing unless a certificate of 
correction under § 1.323 is requested by the patent owner which 
meets the terms of paragraphs (b) and (c) of this section. These 
paragraphs specify the procedures that a patent owner must 
follow to ensure both that a replacement or supplemental deposit 
will be recognized in any Office proceeding and that a certificate 
of correction under this section containing “up to date” informa- 
tion about a deposited biological material will be granted. The 
term “recognized in any Office proceeding” as used in this 
section includes the proceeding in which a request for certificate 
of correction under this section is acted upon. Paragraph (b) 
describes the information which must be contained in the certifi- 
cate of correction, whereas paragraph (c) describes when the 
request must be made and the information which must be 
provided in the request to make the correction. The rules require, 
inter alia, that replacement or supplement of a deposit be 
made diligently, followed by prompt request thereafter for a 
certificate of correction, as conditions precedent to being recog- 
nized in any Office proceeding. Thus, for example, if a patent 
owner learns early during the term of the patent that the deposi- 
tory cannot furnish samples of a deposit described in the patent 
and the patent owner fails to both diligently make a replacement 
deposit and promptly thereafter request a certificate of correc- 
tion under these rules, a replacement deposit made years later 
when the patent becomes the subject of a reissue application 
or reexamination proceeding will not be recognized by the 
Office nor will any request for certificate of correction in con- 
nection with that deposit be granted. 

Where a proper request for certificate of correction is made 
and has been granted, any correction made to the original 
patent will be automatically incorporated into any reissued or 
reexamined patent unless changes are made during examination 
of the reissue application or reexamination proceeding. 

Paragraph (d) of § 1.805 sets forth the Office position that 
the failure to make a replacement deposit or, in the case of a 
patent, diligently make a replacement deposit and promptly 
thereafter request a certificate of correction which meets the 
terms of paragraphs (b) and (c) of this section, after notification 
that samples of an earlier deposit cannot be furnished, shall 
cause the application or patent involved to be treated in any 
Office proceeding as if no deposit were made. 

Paragraph (e) thereof indicates that the Office will apply a 
rebuttable presumption of an identity between the replacement 
deposit and an original deposit where a patent making reference 
to the deposit is relied on during any Office proceeding. This 
means that where a replacement deposit is permitted and made, 
the examiner will assume that the same material as described 
in the patent is accessible from the identified depository unless 
evidence to the contrary comes to the attention of the Office. 

An applicant for patent may make a replacement or supple- 
mental deposit during the pendency of the application for any 
reason. The provisions of paragraph (f) of § 1.805 recognize 
that since an original deposit may be made during the pendency 
of the application subject to the conditions of § 1.809, a replace- 
ment or supplemental deposit logically cannot be held to any 
higher standard or any further requirements. Likewise, the pro- 
visions of paragraph (g) indicate that neither a replacement nor 
a supplemental deposit need be made where, at the point in time 
when replacement or supplement would otherwise be necessary, 
access to the necessary biological material was otherwise avail- 
able. For example, a replacement or supplemental deposit would 
not be required under the circumstances where access to the 
necessary biological material was established through commer- 
cial suppliers. 
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The provisions of paragraph (h) of § 1.805 indicate that a 
replacement deposit is not required even though the depository 
cannot furnish samples, under certain conditions, to those 
requesting a sample outside of the jurisdiction where the deposi- 
tory is located. The conditions are specified in this paragraph 
as being limited to national security, health or environmental 
safety reasons. 

Finally, paragraph (i) of this section indicates that the Office 
will not recognize in any Office proceeding a replacement 
deposit made by the patent owner where the depository could 
furnish samples of the deposit being replaced. The best evidence 
of what was originally deposited should not be lost through 
destruction or replacement if made in association with an 
existing patent. A supplemental deposit may be accepted in an 
ae g, however, depending on the circumstances 
in each case. 


TERM OF DEPOSIT [ § 1.806] 


The term of deposit must satisfy the requirements of the 
Budapest Treaty which sets a term of at least 30 years from 
the date of deposit and at least five (5) years after the most 
recent request for the furnishing of a sample of the deposit was 
received by the depository. In the event that the 30-year term 
covers the 17-year term of the patent plus six (6) years to 
include the Statute of Limitations, no further requirement is 
necessary. The mere possibility of patent term extension or 
extended litigation involving the patent should not be consid- 
ered in this analysis. 

In the event that the 30-year term of deposit measured from 
the date of deposit would necessarily terminate within the period 
of enforceability of the patent (normally the 17-year term plus 
six (6) years), samples must be stored under agreements that 
would make them available beyond the enforceable life of the 
patent for which the deposit was made. No requirement should 
be made as to any particular period of time beyond the enforce- 
able life of the patent. The of the requirement is to 
insure that a deposited biological material necessary for the 
practice of a patented invention would be available to the public 
after expiration of the patent for which the deposit was made. 
The term of the deposit must comply with the requirements of 
each sentence of § 1.806 whether or not the deposit is made 
under the Budapest Treaty. A specific statement that the deposit 
complies with the second sentence of this section is required 
only where the 30-year term would terminate within the 
enforceable life of the patent. 


VIABILITY OF DEPOSITS [§ 1.807] 


This section requires that the deposit of biological material 
that is capable of self-replication either directly or indirectly 
must be viable at the time of deposit and during the term of 
deposit. This requirement for viability is essentially a require- 
ment that the deposited material is capable of reproduction. 
For the purpose of making a deposit under these rules, there 
is no requirement that evidence be provided that the deposited 
material is capable or has the ability to perform any function 
described in the patent application. However, as with any other 
issue of description or enablement, if the examiner has evidence 
or reason to question the objective statements made in the 
patent application, applicants may be required to demonstrate 
that the deposited biological material will perform in the manner 
described. 

Under the Budapest Treaty, there is a requirement that the 
deposit be tested for viability before it is accepted. Thus, a 
mere statement by applicant, an authorized representative of 
applicant or the assignee that the deposit has been accepted 
under the Budapest Treaty would satisfy § 1.807. 

For each deposit which is not made under the Budapest 
Treaty, a viability statement must be filed in the patent applica- 
tion and contain the information listed in paragraph (b) of this 
section. Under paragraph (c), the examiner will accept the 
conclusion set forth in a viability statement which is issued by 
a depository recognized under § 1.803(a). If the viability test 
indicates that the deposit is not viable upon receipt, or the 
examiner cannot for scientific or other valid reasons accept the 
statement of viability received from the applicant, the examiner 
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shall so notify the applicant stating the reasons for not acepting 
the statement and proceed with the examination process as if 
no deposit had been made. 


FURNISHING OF SAMPLES [ § 1.808] 


This section requires that the deposit of biological material 
be made under two (2) conditions: 

(1) access to the deposit will be available during pendency 

of the patent application making reference to the deposit to 

one determined by the Commissioner to be entitled thereto 
under § 1.14 and 35 U.S.C. 122, and 

(2) with one exception, that all restrictions imposed by the 

depositor onthe availability to the public of the deposited 

biological material will be irrevocably removed upon the 
granting of the patent. 

The one exception that is permitted is specified in paragraph 
(b) of this section which permits the depositor to contract with 
the depository to require that samples of a deposited biological 
material shall be furnished only if a request for a sample, during 
the term of the patent meets any one or all of the three conditions 
specified in this paragraph. These conditions are: 

(1) the request is in writing or other tangible form and dated; 

and/or 

(2) the request contains the name and address of the 

requesting party and 

the accession number of the deposit; and/or 

(3) the request is communicated in writing by the depository 

to the depositor along with the date on which the sample 

was furnished and thename and address of the party to whom 
the sample was furnished. 

It should be noted that this exception to the general rule that 
all restrictions will be removed must be strictly followed and 
that no variations of this explicit exception will be accepted 
as meeting the conditions of this section. This exception is 
consistent with the provisions in the Budapest Treaty and its 
implementing regulations (Rule 11.4). 

Since the mere description of a deposit or identity of a deposit 
in a patent specification is not necessarily an indication that a 
requirement for deposit was made or that a deposit which 
complies with these rules has been made, accessibility to a 
deposited material referenced in a patent may depend on the 
satisfaction of conditions not apparent on the face of the patent. 
For these reasons, and upon request made to the Patent and 
Trademark Office, the Office will certify whether a deposit 
has been stated to have been made under conditions which 
would make it available to the public as of the issue date of 
the patent grant provided the request is made to the Director 
of Patent Examining Group 180, and contains the following 
information: 


(1) the name and address of the depository 

(2) the accession number given to the deposit 

(3) the patent number and issue date of the patent referring 
to the depositand 

(4) the name and address of the requesting party. 


For those deposits made pursuant to the Budapest Treaty, 
the World Intellectual Property Organization provides a form 
(Form BP-12) for requesting a certification of the availability 
of samples of deposited microorganisms pursuant to Rule 
11.3(a) of the regulations under the Budapest Treaty. Copies 
of this form are available from the Director of Patent Examining 
Group 180. 


EXAMINATION PROCEDURES [§ 1.809] 


This section sets forth procedures that will be used by the 
examiner to address a deposit issue. Deposit issues may arise 
in the examination of claims in applications for patent and for 
reissue of a patent, and in the examination of new or amended 
claims in a reexamination proceeding. The burden is initially 
on the Office to establish that access to a biological material 
is necessary for the satisfaction of the statutory requirements 
for patentability under 35 U.S.C. 112. Once the Office has met 
this burden, the burden shifts to the applicant or patent owner 
to demonstrate that access to such biological material either is 
not necessary or is already available, or that a deposit of such 
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material is being or will be made, replaced or supplemented 
in accordance with these regulations. 

Under paragraph (a) of this section, once the examiner has 
determined that access to a biological material is necessary, 
and that access is not presently available in accordance with 
these regulations, the examiner should make an appropriate 
rejection under 35 U.S.C. 112. 

The applicant or patent owner may respond, pursuant to 
paragraph (b)(2) of this section, to a rejection made under 
paragraph (a) thereof by arguing why a deposit is not needed 
under the circumstances and/or why a deposit actually made 
should be acceptable. Other prescribed responses which are 
available to such a rejection depend upon whether the rejection 
is made in an application for patent, on the one hand, or in a 
proceeding involving a patent, i.e., an application for reissue 
patent or reexamination proceeding, on the other hand. 

In an application for patent, applicant may respond, pursuant 
to paragraph (b)(1) of this section, by either making an accept- 
able original, replacement or supplemental deposit in accor- 
dance with these regulations, or assuring the Office in writing 
that an acceptable deposit will be made on or before the date 
of payment of the issue fee. In a proceeding involving a patent, 
the patent owner may respond, pursuant to paragraph (b)(1) of 
this section, by requesting a certificate of correction of the 
patent which meets the terms of paragraphs (b) and (c) of § 
1.805. In all cases, any other response shall be considered non- 
responsive. The rejection will be repeated and made final until 
the requirements of paragraph (b)(1) of this section are satisfied 
or the examiner is convinced that a deposit. is not required for 
the claimed subject matter. 

As set forth in paragraph (c) of this section, in the event 
that an application for patent is otherwise in condition for 
allowance except for a needed deposit and the Office has 
received a written assurance that an acceptable deposit will be 
made, the Office will mail to the applicant a requirement that 
the needed deposit be made within three (3) months together 
with the Notice of Allowance and Issue Fee Due. Although 
the period for paying the issue fee cannot be extended under 
the provisions of § 1.136, the period for satisfying the require- 
ment to make an acceptable deposit may be extended under 
the provisions of that section. Failure to make the needed 
deposit in accordance with this requirement may be considered 
a failure to prosecute the application under 35 U.S.C. 133 and 
result in abandonment of the application. 

The type of written assurance which will be considered 
acceptable by the Office that an acceptable deposit will be made 
within the required time must include sufficient information to 
conclude that there is no outstanding issue with regard to the 
deposit of an appropriate biological material under conditions 
which satisfy these rules. 

In a proceeding involving a patent, it may not be possible 
to request a certificate of correction of the patent which meets 
the terms of paragraphs (b) and (c) of § 1.805. For example, 
if the patent owner is on notice that samples of an original 
deposit can no longer be furnished by the depository, failure 
to diligently make a replacement deposit will preclude grant of 
a certificate of correction. A replacement deposit subsequently 
made will not be recognized by the Office nor will a request 
for certificate of correction, even if made promptly thereafter, 
be granted. It would also not be possible to request a certificate 
of correction of the patent which meets the terms of paragraphs 
(b) and (c) of § 1.805 where no original deposit was made 
before or during the pendency of the application which matured 
into the patent. 

A patent defective because of lack of a necessary deposit is 
necessarily fatally defective for failure to comply with the first 

of 35 U.S.C. 112. Reissue is not available in such 
cases. See In re Hay, 534 F.2d 917, 189 USPQ 790 (CCPA 
1976). Whether reissue is available where a biological material 
necessary for compliance with 35 U.S.C. 112 was known and 
readily available at the time of issuance of the patent and 
subsequently ceased to be readily available is problematic. 
Nevertheless, the rules do not provide for post-issue original 


ts. 

Where an applicant for patent has any doubt whether access 
to a biological material specifically identified in the specifica- 
tion is necessary to satisfy 35 U.S.C. 112 or whether such a 
material, while presently freely available, may become unavail- 
able in the future, the applicant would be well-advised to make 
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a deposit thereof before any patent issues. Similarly, where a 
patent owner has any doubt whether a deposit referred to in 
the specification is of a biological material necessary to satisfy 
35 U.S.C. 112 and, if the material is necessary, whether it is 
otherwise known and readily available, the patent owner would 
be well-advised to follow the procedures set forth in paragraphs 
(b) and (c) of 1.805 after receiving the notice specified in those 
paragraphs. 

Paragraph (d) of this section sets forth the requirements for 
the content of the specification with respect to a deposited 
biological material. Specifically, the specification shall contain 
the accession number for the deposit, the date of the deposit, 
the name and address of the depository, and a description 
of the deposited biological material sufficient to specifically 
identify it and to permit examination. The description must be 
sufficient to permit verification that the deposited biological 
material is in fact that disclosed. Once the patent issues, the 
description must be sufficient to aid in the resolution of ques- 
tions of infringement. As a general rule, the more information 
that is provided about a particular deposited biological material, 
the better the examiner will be able to compare the identity 
and characteristics of the deposited biological material with 
the prior art. 


OTHER CONSIDERATIONS 


The rules are in conformity with the requirements of the 
Regulatory Flexibility Act (Pub. L. 96-354), Executive Orders 
12291 and 12612 and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. 

The General Counsel has certified to the Chief Counsel for 
Advocacy, Small Business Administration, that this rule change 
is not expected to have a significant adverse economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). The deposit practice will not impose extra 
work on patent applicants (whether small or large businesses or 
individuals). 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increases in costs or prices for con- 
sumers, individual industries, Federal, State or local govern- 
ment agencies, or geographic regions. There will be no adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the relation- 
ship between the National Government and the States as out- 
lined in Executive Order 12612. 

These rules contain a collection of information requirement 
subject to the Paperwork Reduction Act which has been 
approved by the Office of Management and Budget under 
Control No. 0651-0022. Public reporting burden for this collec- 
tion of information is estimated to average one hour per 
response, including the time for reviewing instructions, 
searching existing data sources, gathering and maintaining the 
data needed to make a deposit or request a sample, and com- 
pleting and reviewing the collection of information. It is further 
estimated that a respondent depository would spend about five 
hours collecting and submitting the necessary information to 
be recognized as a suitable depository by the Office. Send 
comments regarding this burden estimate or any other aspect 
of this collection of information, including suggestions for 
reducing this burden, to the Office of Management and Organi- 
zation, Patent and Trademark Office, Washington, D.C. 20231, 
and to the Office of Information and Regulatory Affairs, Office 
of Management and Budget, Washington, D.C. 2050 (Paper- 
work Reduction Project 0651-0022). No comments regarding 
this burden estimate or any other aspect of this collection of 
infomation, including suggestions for reducing this burden, 
were received in response to the notice of proposed rulemaking. 


LIST OF SUBJECTS IN 37 CFR PART I 
Administrative practice and procedure, Courts, Freedom of 


information, Inventions and patents, Reporting and record- 
keeping requirements, Small business. 
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For the reasons set out in the preamble, 37 CFR Part 1 is 
being amended as follows: 


PART 1-RULES OF PRACTICE IN PATENT CASES 

1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 

Authority: 35 U.S.C. 6 unless otherwise noted. 

2. A new Subpart G - Biotechnology Invention Disclosures, 


consisting of centered heading - Deposit of Biological Mate- 
rials - and new §§ 1.801 to 1.809 are added to read as follows: 


Subpart G - Biotechnology Invention Disclosures 
Deposit of Biological Material 


Biological material. 
Need or Opportunity to make a deposit. 


ginal depos 
Replacement or supplement of one 
Term of deposit. 
Viability of deposit. 
Furnishing of samples. 
Examination procedures. 


Subpart G - Biotechnology Invention Disclosures 
Authority: 35 U.S.C. 6 


Deposit of Biological Material 
§ 1.801 Biological material. 


For the purposes of these regulations pertaining to the deposit 
of biological material for purposes of patents for inventions 
under 35 U.S.C. 101, the term biological material shall include 
material that is capable of self-replication either directly or 
indirectly. Representative examples include bacteria, fungi 
including yeast, algae, protozoa, eukaryotic cells, cell lines, 
hybridomas, plasmids, viruses, plant tissue cells, lichens and 
seeds. Viruses, vectors, cell organelles and other non-living 
material existing in and reproducible from a living cell may 
be deposited by or of the host cell capable of reproducing 
the non-living material 


§ 1.802 Need or Opportunity to make a deposit. 


(a) Where an invention is, or relies on, a biological material, 
the disclosure may include reference to a deposit of such biolog- 
ical material. 

(b) Biological material need not be deposited unless access 
to such material is necessary for the satisfaction of the statutory 
requirements for patentability under 35 U.S.C. 112. If a deposit 
is necessary, it shall be acceptable if made in accordance with 
these regulations. Biological material need not be deposited, 
inter alia, if it is known and readily available to the public or 
can be made or isolated without undue experimentation. Once 
deposited in a a complying with these regulations, a 

biological material will be considered to be readily available 
even though some requirement of law or regulation of the 
United States or of the country in which the depository in- 
Stitution is located permits access to the material only under 
conditions imposed for safety, public health or similar reasons. 

(c) The reference to a biological material in a specification 
disclosure or the actual ect of such material by an applicant 
or patent owner does not create any presumption that such 
material is necessary to satisfy 35 U.S.C. 112 or that deposit 

in accordance with these regulations is or was required. 


§ 1.803 Acceptable depository. 


(a) A deposit shall be recognized for the purposes of these 
regulations if made in 

(1) any International Depositary Authority (IDA) as estab- 
lished under the Budapest Treaty on the International Recogni- 
tion of the Deposit of Microorganisms for the Purposes of 
Patent Procedure, or 


174-558 TMOG-97-7 — QL3 


U.S. PATENT AND TRADEMARK OFFICE 


1194 TMOG 193 
(86) 


soy Ha tig ca Mea a a thee = ta 
Office. Suitability will be determined by the Commissioner 
the basis of the administrative and technical competence, pon 
agreement of the depository to comply with the terms and 
conditions applicable to deposits for patent purposes. The Com- 
missioner may seek the advice of impartial consultants on the 
suitability of a depository. The depository must: 

(i) Have a continuous existence; 

(ii) Exist independent of the control of the depositor; 

(iii) Possess the staff and facilities sufficient to examine the 
viability of a deposit and store the deposit in a manner which 
ensures that it is kept viable and uncon 

(iv) Provide for sufficient safety measures to minimize the 
risk of —_ biological material deposited with it 

(v) Be impartial and objective; 

(vi) Furnish samples of the a material in an expedi- 
tious and proper manner; and 

(vii) Promptly notify — of its inability to furnish 
— the reasons why. 

(b) A depository seeking status under paragraph (a)(2) of 
this section must direct a communication to the Commissioner 
which shall: 

(1) Indicate the name and address of the depository to which 
the communication relates; 

(2) Contain detailed information as to the capacity of the 
depository to comply with the requirements of paragraph (a)(2) 
of this section, including information on its legal status, scien- 
tific standing, staff and facilities; 

(3) Indicate that the depository intends to be available, for 
the purposes of deposit, to any depositor under these same 
conditions; 

(4) Where the depository intends to accept for deposit only 
certain kinds of biological material, specify such kinds; 

(5) Indicate the amount of any fees that the depository will, 
upon acquiring the status of suitable depository under paragraph 
(a)(2) of this section, charge for storage, viability statements 
and furnishings of samples of the deposit. 

(c) A depository having status under paragraph (a)(2) of this 
section limited to pe kinds of biological material may 
extend such status to additional kinds of biological material 
by directing a communication to the Commissioner in accor- 
dance with paragraph (b) of this section. If a previous communi- 
cation under paragraph (b) of this section is of record, items 
in common with the previous communication may be incorpo- 
rated by reference. 

(d) Once a depository is recognized to be suitable by the 
Commissioner or has defaulted or discontinued its performance 
under this section, notice thereof will be published in the Offi- 
cial Gazette of the Patent and Trademark Office. 


§ 1.804 Time of making an original deposit. 


(a) Whenever a biological material is specifically identified 
in an application for patent as filed, an original deposit thereof 
may be made at any time before filing the application for patent 


or, subject to § 1.809, during pendency of the application for 


patent. 

(b) When the original deposit is made after the effective 
filing date of an application for patent, the applicant shall 
promptly submit a verified statement from a person in a position 
to corroborate the fact, and shall state, that the biological mate- 
rial which is deposited is a biological material specifically 
identified in the application as filed, except if the person is an 
attorney or agent registered to practice before the Office, in 
which case the statement need not be verified. 


§ 1.805 Replacement or supplement of deposit. 
(a) A depositor, after receiving notice during the pendency 
of an application for patent, application for reissue patent or 


sumaplce Gaseet bet the deposit hes becom comumiianted or 
has lost its capability to function as described in the 

tion, shall notify the Office in writing, in each application for 
patent or patent affected. In such a case, or where the Office 
otherwise learns, during the pendency of an application for 
patent, application for reissue patent or reexamination pro- 
ceeding, that the depository possessing a deposit either cannot 
furnish samples thereof or can furnish samples thereof but the 
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deposit has become contaminated or has lost its capability to 
function as described in the specification, the need for making 
a replacement or supplemental deposit will be governed by the 
same considerations governing the need for making an original 
deposit under the provisions set forth in § 1.802(b). A replace- 
ment or supplemental deposit made during the pendency of an 
application for patent shall not be accepted unless it meets 
the requirements for making an original deposit under these 
regulations, including the requirement set forth under § 
1.804(b). A replacement or supplemental deposit made in con- 
nection with a patent, whether or not made during the pendency 
of an application for reissue patent or a reexamination pro- 
ceeding or both, shall not be accepted unless a certificate of 
correction under § 1.323 is requested by the patent owner which 
meets the terms of paragraphs (b) and (c) of this section. 

(b) A request for certificate of correction under this section 
shall not be granted unless the certificate identifies: 

(1) The accession numter for the replacement or supplemental 
deposit; 

(2) The date of the deposit; and 

(3) The name and address of the depository. 

(c) A request for a certificate of correction under this section 
shall not be granted unless the request is made promptly after 
the replacement or supplemental deposit has been made and: 

(1) Includes a verified statement of the reason for making 
the replacement or supplemental deposit; 

(2) Includes a verified statement from a person in a position 
to corroborate the fact, and shall state, that the replacement or 
supplemental deposit is of a biological material which is iden- 
tical to that originally deposited; 

(3) Includes a vezified showing that the patent owner acted 
diligently— 

(i) In the case of a replacement deposit, in making the deposit 
after receiving notice that samples could no longer be furnished 
from an earlier deposit, or 

(ii) In the case of a supplemental deposit, in making the 
deposit after receiving notice that the earlier deposit had become 
contaminated or had lost its capability to function as described 
in the specification; 

(4) Includes a verified statement that the term of the replace- 
ment or supplemental deposit expires no earlier than the term 
of the deposit being replaced or supplemented; and 

(5) Otherwise establishes compliance with these regulations, 
except that if the person making one or more of the required 
statements or showing is an attorney or agent registered to 
practice before the Office, that statement or showing need not 
be verified. 

(d) A depositor’s failure to replace a deposit, or in the case of 
a patent, to diligently replace a deposit and promptly thereafter 
request a certificate of correction which meets the terms of 
paragraphs (b) and (c) of this section, after being notified that 
the depository possessing the deposit cannot furnish samples 
thereof, shall cause the application or patent involved to be 
treated in any Office proceeding as if no deposit were made. 

(e) In the event a deposit is replaced according to these 
regulations, the Office will apply a rebuttable presumption of 
identity between the original and the replacement deposit where 
a patent making reference to the deposit is relied upon during 
any Office proceeding. 

(f) A replacement or supplemental deposit made during the 
pendency of an application for patent may be made for any 
reason. 

(g) In no case is a replacement or supplemental deposit of 
a biological material necessary where the biological material, 
in accordance with 1.802(b), need not be deposited. 

(h) No replacement deposit of a biological material is neces- 
sary where a depository can furnish samples thereof but the 
depository for national security, health or environmental safety 
reasons is unable to provide samples to requesters outside of 
the jurisdiction where the depository is located. 

(i) The Office will not recognize in any Office proceeding 
a replacement deposit of a biological material made by a patent 
owner where the depository could furnish samples of the deposit 
being replaced. 


§ 1.806 Term of deposit. 


A deposit made before or during pendency of an application 
for patent shall be made for a term of at least thirty (30) years 
and at least five (5) years after the most recent request for the 
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furnishing of a sample of the deposit was received by the 
depository. In any case, samples must be stored under agree- 
ments that would make them available beyond the enforceable 
life of the patent for which the deposit was made. 


§ 1.807 Viability of deposit. 


(a) A deposit of biological material that is capable of self- 
replication either directly or indirectly must be viable at the 
time of deposit and during the term of deposit. Viability may 
be tested by the depository. The test must conclude only that 
the deposited material is capable of reproduction. No evidence 
is necessarily required regarding the ability of the deposited 
material to perform any function described in the patent applica- 
tion. 

(b) A viability statement for each deposit of a biological 
material defined in paragraph (a) of this section not made under 
the Budapest Treaty on the International Recognition of the 
Deposit of Microorganisms for the Purposes of Patent Proce- 
dure must be filed in the application and must contain: 

(1) The name and address of the depository; 

(2) The name and address of the depositor; 

(3) The date of deposit; 

(4) The identity of the deposit and the accession number 
given by the depository; 

(5) The date of the viability test; 

(6) The procedures used to obtain a sample if the test is not 
done by the depository; and 

(7) A statement that the deposit is capable of reproduction. 

(c) If a viability test indicates that the deposit is not viable 
upon receipt, or the examiner cannot, for scientific or other 
valid reasons, accept the statement of viability received from 
the applicant, the examiner shall proceed as if no deposit has 
been made. The examiner will accept the conclusion set forth 
in a viability statement issued by a depository recognized under 
§ 1.803(a). 


§ 1.808 Furnishing of samples. 


(a) A deposit must be made under conditions that assure 
that: 

(1) Access to the deposit will be available during pendency 
of the patent application making reference to the deposit to 
one determined by the Commissioner to be entitled thereto 
under § 1.14 and 35 U.S.C. 122, and 

(2) Subject to paragraph (b) of this section, all restrictions 
imposed by the depositor on the availability to the public of 
the deposited material will be irrevocably removed upon the 
granting of the patent. 

(b) The depositor may contract with the depository to require 
that samples of a deposited biological material shall be fur- 
nished only if a request for a sample, during the term of the 
patent: 

(1) Is in writing or other tangible form and dated; 

(2) Contains the name and address of the requesting party 
and the accession number of the deposit; and 

(3) Is communicated in writing by the depository to the 
depositor along with the date on which the sample was furnished 
and the name and address of the party to whom the sample 
was furnished. 

(c) Upon request made to the Office, the Office will certify 
whether a deposit has been stated to have been made under 
conditiozs which make it available to the public as of the issue 
date of the patent grant provided the request con tains: 

(1) The name and address of the depository; 

(2) The accession number given to the deposit; 

(3) The patent number and issue date of the patent referring 
to the deposit; and 

(4) The name and address of the requesting party. 


§ 1.809 Examination procedures. 


(a) The examiner shall dexermine pursuant to § 1.104 in 
each application for patent, application for reissue patent or 
reexamination proceeding if a deposit is needed, and if needed, 
if a deposit actually made is acceptable for patent purposes. If 
a deposit is needed and has not been made or replaced or 
supplemented in accordance with these regulations, the exam- 
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_ where appropriate, shall reject the affected claims under 
the appropriate provision of 35 U.S.C. 112, explaining why a 
— is needed and/or why a deposit actually made cannot 


be accepted. 

(b) The applicant for patent or patent owner shall respond 
to a rejection under paragraph (a) of this section by 

(1) In the case of an applicant for patent, making an accept- 
able original or replacement or supplemental deposit or assuring 
the Office in writing that an acceptable deposit will be made 
on or before the date of payment of the issue fee, or, in the 
case of a patent owner, requesting a certificate of correction 
of the patent which meets the terms of paragraphs (b) and (c) 
of § 1.805, or 

(2) Arguing why a deposit is not needed under the circum- 
stances of the application or patent considered and/or why a 
deposit actually made should be accepted. Other replies to 
the examiner’s action shall be considered non-responsive. The 
rejection will be repeated until either paragraph (b)(1) of this 
section is satisfied or the examiner is convinced that a deposit 
is not needed. 

(c) If an application for patent is otherwise in condition for 
allowance except for a needed deposit and the Office has 
received a written assurance that an acceptable deposit will be 
made on or before payment of the issue fee, the Office will 
mail to the applicant a Notice of Allowance and Issue Fee Due 
together with a requirement that the needed deposit be made 
within three months. The period for satisfying this requirement 
is extendable under § 1.136. Failure to make the needed deposit 
in accordance with this requirement will result in abandonment 
of the application for failure to prosecute. 

(d) For each deposit made pursuant to these regulations, the 
specification shall contain: 

(1) The accession number for the deposit; 

(2) The date of the deposit; 

(3) A description of the deposited biological material suffi- 
cient to specifically identify it and to permit examination; and 

(4) The name and address of the depository. 


DONALD J. QUIGG 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


Dated: July 21, 1989 


[1106 OG 37] 


(87) Means Or Step Plus Function Limitation 


Under 35 U.S.C. § 112, 6th Paragraph 


The following guidelines have been distributed to patent 
examiners for guidance on examining practice and procedure 
relating to limitations falling under 35 U.S.C. § 112, 6th para- 
graph, after In re Donaldson, 29 USPQ2d 1845 (Fed. Cir.1994). 
These guidelines will be incorporated into the Manual of Patent 
Examining Procedure. 


April 20, 1994 CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 
Examination Guidelines For Claims 
Reciting A “Means or Step Plus Function” Limitation 
In Accordance With 35 U.S.C. § 112, 6th Paragraph 

The purpose of this memo is to set forth guidelines for 
the examination of § 112, 6th paragraph “means or step plus 
function” limitations in a claim. The court of Appeals for the 
Federal Circuit, in its en banc decision Jn re Donaldson, 29 
USPQ2d 1845 (Fed. Cir. 1994), decided that a “means-or-step- 
plus-function” limitation should be interpreted in a manner 
different than patent examining practice has dictated for at least 
the last forty-two years. The Donaldson decision affects only 
the manner in which the scope of a “means or step plus function” 
limitation in accordance with § 112, 6th paragraph, is inter- 
preted during examination. Donaldson does not directly affect 
the manner in which any other section of the patent statutes 
is interpreted or applied. When making a determination of 
patentability under 35 U.S.C. §§ 102 or 103, past practice was 
to in a “means or step plus function” limitation by giving 
it the “broadest reasonable interpretation.” Under the PTO’s 
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long-standing practice this meant interpreting such a limitation 
as reading on any prior art means or step which performed the 
function specified in the claim without regard for whether the 
prior art means or step was equivalent to the corresponding 
structure, material or acts described in the specification. How- 
ever, in Donaldson the Federal Circuit stated that: Per our 
holding, the “broadest reasonable interpretation” that an exam- 
iner may give means-plus-function language is that statutorily 
mandated in paragraph six. Accordingly, the PTO may not 
disregard the structure disclosed in the specification corres- 
ponding to such language when rendering a patent ability deter- 
mination.' Thus, effective immediately, examiners shall 
interpret a § 112, 6th paragraph “means or step plus function” 
limitation in a claim as limited to the corresponding structure, 
materials or acts described in the specification and equivalents 
thereof in accordance with the following guidelines. 


I. Identifying a § 112, 6th paragraph limitation 


Although there is no magic language that must appear in a 
claim in order for it to fall within the scope of § 112, 6th 
paragraph, it must be clear that the element in the claim is set 
forth, at least in part, by the function it performs as opposed 
to the specific structure, material, or acts that perform the 
function. Limitations that fall within the scope of § 112, 6th 
paragraph include: (1) a jet driving device so constructed and 
located on the rotor as to drive the rotor . . .? [“means” unneces- 
sary] 

(2) “printing means’ ” and “means for printing” would have 
the same connotations’ 

(3) force generating means adapted to provide . . . 

(4) call cost register means, including a digital display for 
providing a substantially instantaneous display for . . » 

(5) reducing the coefficient of friction of the resulting film® 
{step plus function; “step” unnecessary], and 

(6) raising the Ph of the resultant pulp to about 5.0 to 
precipitate . . .” 

In the event that it is unclear whether the claim limitation 
falls within the scope of § 112, 6th paragraph, a rejection under 
§ 112, 2d paragraph may be appropriate. Donaldson does not 
affect the holding of In re Hyatt, 708 F.2d 712, 218 USPQ 
195 (Fed. Cir. 1983) to the effect that a single means claim 
does not comply with the enablement requirement of § 112, 
first paragraph. As Donaldson applies only to an interpretation 
of a limitation drafted to correspond to § 112, 6th paragraph, 
which by its terms is limited to “an element in a claim to a 
combination,” it does not affect a limitation in a claim which 
is not directed to a combination. 


II. Examining procedure 


A. Scope of the Search and Identification of the Prior Art 
As noted above, in Donaldson the Federal Circuit recognized 
that it is important to retain the principle that claim language 
should be given its broadest reasonable interpretation. This 
principle is important because it helps insure that the statutory 
presumption of validity attributed to each claim of an issued 
patent is warranted by the search and examination conducted 
by the examiner. It is also important from the standpoint that 
the scope of protection afforded by patents issued prior to 
Donaldson are not unnecessarily limited by the latest interpreta- 
tion of this statutory provision. Finally, it is important from the 


‘In re Donaldson, 29 USPQ2d 1845, 1850 (Fed. Cir. 1994). 
?The term “device” coupled with a function is a proper definition of structure in 
accordance with the last paragraph of § 112. The addition of the words “jet driving” 
to the term “device” merely renders the latter more definite and specific. Ex partes 
Stanley, 121 USPQ 621 (Bd. App. 1958). 
5Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967). However, the terms “plate” and 
“wing”, as modifiers for the structureless term “means”, specify no function to be 
performed, and do not fall under the last paragraph of § 112. 
‘De Graffereid v. U.S., 20 Ct. Cl. 458, 16 USPQ2d 1321 (Ct. C1. 1990) 
‘Intellicall Inc. v. Phonometrics, Inc, 952 F.2d 1384, 21 USPQ2d 1383 (Fed. Cir. 
1992). 
‘In re Roberts, 470 F.2d 1399, 176 USPQ 313 (CCPA 1973). 
"Ex parte Zimmerley, 153 USPQ 367 (Bd. App. 1966). 
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standpoint of avoiding the necessity for a patent specification to 
become a catalogue of existing technology.’ 

The Donaldson decision thus does not substantially alter 
examining practice and procedure relative to the scope of the 
search. Both before and after Donaldson, the application of a 
prior art reference to a means or step plus function limitation 

ires that the prior art element perform the identical function 
specified in the claim. However, if a prior art reference teaches 
identity of function to that specified in a claim, then under 
Donaldson an examiner carries the initial burden of proof for 
showing that the prior art structure or step is the same as or 
equivalent to the structure, material, or acts described in the 
specification which has been identified as corresponding to the 
claimed means or step plus function. 

The “means or step plus function” limitation should be inter- 
preted in a manner consistent with the specification disclosure. 
If the specification defines what is meant by the limitation for 
the purposes of the claimed invention, the examiner should 
interpret the limitation as having that meaning. If no definition 
is provided, some judgment must be exercised in determining 
the scope of the limitation. 


B. Making a prima facie case of equivalence 

If the examiner finds that a prior art element performs the 
function specified in the claim, and is not excluded by any 
explicit definition provided in the specification for an equiva- 
lent, the examiner should infer from that finding that the prior 
art element is an equivalent, and should then conclude that the 
claimed limitation is anticipated by the prior art element. The 
burden then shifts to applicant’ to show that the element shown 
in the prior art is not an equivalent of the structure, material 
or acts disclosed in the application. In re Mulder, 716 F.2d 
1542, 219 USPQ 189 (Fed. Cir. 1983).'The factors to be consid- 
ered when determining whether the applicant has successfully 
met the burden of proving that the prior art element is not 
equivalent to the structure, material or acts described in the 
applicant’s specification are discussed below. 

However, even where the applicant has met that burden of 
proof and has shown that the prior art element is not equivalent 
to the structure, material or acts described in the applicant’s 
specification, the examiner must still make a § 103 analysis to 
determine if the claimed means or step plus function is obvious 
from the prior art to one of ordinary skill in the art. Thus, while 
a finding of non-equivalence prevents a prior art element from 
anticipating a means or step plus function limitation in a claim, 
it does not prevent the prior art element from rendering the 
claim limitation obvious to one of ordi skill in the art. 

Because the exact scope of an “equivalent” may be uncertain, 
it would be appropriate to apply a § 102/§ 103 rejection where 
the balance of the claim limitations are anticipated by the prior 


*A patent specification need not teach, and preferably omits, what is well known 
in the ast. Hybritech Inc. v. Monoclonal Antibodies. Inc., 802 F.2d 1367, 1384, 
231 USPQ 81, 94 (Fed. Cir. 1986). 

°No further analysis of equivalents is required of the examiner until applicant 
disagrees with the examiner's conclusion, and provides reasons why the prior art 
element should not be considered an equivalent. 

"See also, In re Walter, 618 F.2d at 768, 205 USPQ at 407-08, (a case treating § 
112, 6th paragraph, in the context of a determination of statutory subject matter 
and noting “If the functionally-defined disclosed means and their equivalents are 
so broad that they encompass any and every means for performing the recited 
functions . . . the burden must be placed on the applicant to demonstrate that the 
claims are truly drawn to specific apparatus distinct from other apparatus capable 
of performing the identical functions”); In re Swinehart, 439 F.2d 210, 212-13, 169 
USPQ 226, 229 (C.C.P.A. 1971)(a case in which the CCPA treated as improper a 
rejection under § 112, 2d paragraph, of functional language, but noted that “where 
the Patent Office has reason to believe that a functional limitation asserted to be 
critical for establishing novelty in the claimed subject matter may, in fact, be an 
inherent characteristic of the prior art, it possesses the authority to require the 
applicant to prove that the subject matter shown to be in the prior art does not 
possess the characteristics relied on”); and In re Fitzgerald, 619 F.2d 67, 205 USPQ 
594 (CCPA 1980)(a case indicating that the burden of proof can be shifted to the 
applicant to show that the subject matter of the prior art does not possess the 
characteristic relied on whether the rejection is based on inherency under § 102 or 
obviousness under § 103). 
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art relied on." In addition, although it is normally the best 
practice to rely on only the best prior art references in rejecting 
a claim, alternative grounds of rejection may be appropriate 
where the prior art shows elements that are different from each 
other, and different from the specific structure, material or acts 
described in the specification, yet perform the function specified 
in the claim. 


C. Determining whether an applicant has met the burden of 
proving non-equivalence after a prima facie case is made 

If the applicant disagrees with the inference of equivalence 
drawn from a prior art reference, the applicant may provide 
reasons why the applicant believes the prior art element should 
not be considered an equivalent to the specific structure, mate- 
rial or acts disclosed in the specification. Such reasons may 
include, but are not limited to: 1) teachings in the specification 
that particular prior art is not equivalent, 2) teachiags in the 
prior art reference itself that may tend to show non-equivalence, 
or 3) Rule 132 affidavit evidence of facts tending to show non- 
equivalence. 

When the applicant relies on teachings in applicant’s own 
specification, the examiner must make sure that the applicant 
is interpreting the “means or step plus function” limitati n in 
the claim in a manner which is consistent with the disclc sure 
in the specification. If the specification defines what is meant 
by “equivalents” to the disclosed embodiments for the purpose 
of the claimed means or step plus function, the examiner should 
interpret the limitation as having that meaning. If no definition 
is provided, some judgment must be exercised in determining 
the scope of “equivalents.” Generally, an “equivalent” is inter- 
preted as embracing more than the specific elements described 
in the specification for performing the specified function, “but 
less than any element that performs the function specified in 
the claim. 

The scope of equivalents embraced by a claim limitation is 
dependent on the interpretation of an “equivalent.” The interpre- 
tation will vary depending on how the element is described in 
the supporting specification. The claim may or may not be 
limited to particular structure, material or acts (e.g. steps) as 

to any and all structure, material or acts performing 
the claimed function, depending on how the specification treats 
that question. 

If the disclosure is so broad as to encompass any and all 
structure, material or acts for performing the claimed function, 
the claims must be read accordingly when determining patent- 
ability. When this happens the limitation otherwise provided 
by “equivalents” ceases to be a limitation on the scope of the 
claim in that an equivalent would be any structure, material or 
act other than the ones described in the specification that per- 
form the claimed function. For example, this situation will 
often be found in cases where (1) the claimed invention is a 
combination of elements, one or more of which are selected 
from elements that are old per se, or (2) apparatus claims are 
treated as indistinguishable from method claims." 

On the other end of the spectrum, the “equivalents” limitation 
as applied to a claim may also operate to constrict the claim 
scope to the point of covering virtually only the disclosed 
embodiments. This can happen in circumstances where the 
specification describes the invention only in the context of a 
specific structure, material or act that is used to perform the 
function specified in the claim. 

When deciding whether an applicant has met the burden of 
proof with respect to showing non-equivalence of a prior art 
element that performs the claimed function, the following fac- 


"'A similar approach is authorized in the case of product-by- process claims because 
the exact identity of the claimed product or the prior art product cannot be determined 
by the examiner. In re Brown, 450 F.2d 531, 173 USPQ 685 (CCPA 1972). 

"To interpret “means plus function” limitations as limited to a particular means set 
forth in the specification would nullify the provisions of § 112 requiring that the 
limitation shall be construed to cover the structure described in the specification 
and equivalents thereof. D.M.L., Inc. v. Deere & Co., 755 F.2d 1570, 1574, 225 
USPQ 236, 238 (Fed. Cir. 1985). 

"See, for example, In re Meyer, 688 F.2d 789, 215 USPQ 193 (1982); In re Abele, 
618 F.2d at 768, 205 USPQ at 407-08; In re Walter, 618 F.2d 758, 767, 205 USPQ 
397, 406-07 (C.C.P.A. 1980); In re Maucorps, 609 F.2d 481, 203 USPQ 812 
(C.C.P.A. 1979); In re Johnson, 589 F.2d 1070, 200 USPQ 199 (C.€.P.A. 1978); 
and In re Freeman, 573 F.2d at 1246, 197 USPQ at 471. 
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tors may be considered. First, unless an element performs the 
identical function specified in the claim, it cannot be an equiva- 
lent for the purposes of § 112, 6th paragraph." 

Second, while there is no litmus test for an “equivalent” that 
can be applied with absolute certainty and predictability, there 
are several indicia that are sufficient to support a conclusion 
that one element is or is not an “equivalent” of a different 
element in the context of § 112, 6th . Among the 
indicia that will support a conclusion that one element is or is 
not equivalent of another are: 

1) Whether the prior art element performs the function speci- 
fied in the claim in substantially the same way, and produces 
substantially the same results as the corresponding element 
disclosed in the specification." 

2) Whether a person of ordinary skill in the art would have 
recognized the interchangeability of the element shown in the 
prior art for the corresponding element disclosed in the specifi- 
cation. 

3) Whether the prior art elereent is a structural equivalent 
of the corresponding element disclosed in the specification 
being examined. 

"That is, the prior art element performs the function specified 
in the claim in substantially the same manner as the function 
is performed by the corresponding element described in the 
specification. 

4) Whether the structure, material or acts disclosed in the 
specification represents an insubstantial change which adds 
nothing of significance to the prior art element." 

These examples are not intended to be an exhaustive list of 
the indicia that would support a finding that one element is or 
is not an equivalent of another element for the purposes of § 
112, 6th paragraph. A finding according to any of the above 
examples would represent a sufficient, but not the only possible, 
basis to support a conclusion that an element is or is not an 
equivalent. There could be other indicia that also would support 
the conclusion. 

In determining whether arguments or Rule 132 evidence 
presented by an applicant are persuasive that the element shown 
in the prior art is not an equivalent, the examiner should consider 
and weigh as many of the above-indicated or other indicia as 
are presented by applicant, and should determine whether, on 
balance, the applicant has met the burden of proof to show 
non-equivalence. However, under no circumstance should an 
examiner accept as persuasive a bare statement or opinion that 
the element shown in the prior art is not an equivalent embraced 
by the claim limitation. Moreover, if an applicant argues that 
the “means” or “step” plus function language in a claim is 
limited to certain specific structural or additional functional 
characteristics (as opposed to “equivalents” thereof) where the 
specification does not describe the invention as being only 
those specific characteristics, the claim should not be allowed 
until the claim is amended to recite those specific structural or 
additional functional characteristics." 

Finally, as in the past, applicant has the opportunity during 
proceedings before the Office to amend the claims so that the 
claimed invention meets all the statutory criteria for patent- 
ability. An applicant may choose to amend the claim by further 
limiting the function so that there is no longer identity of 
function with that taught by the prior art element, or the appli- 
cant may choose to replace the claimed means plus function 


“Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 4 USPQ2d 1737 (Fed. 
Cir 1987), cert. denied, 484 U.S. 961 (1988). 

'SLockheed Aircraft Corporation v. United States, 193 USPQ 449, 461 (Ct. Cl. 1977). 
Graver Tank concepts of equivalents are relevant to any “equivalents” determination. 
Polumbo v. Don-Joy Co., 762 F.2d 969, 975, n. 4, 226 USPQ 5, 8-9, n. 4 (Fed. 
Cir. 1985). 

‘Lockheed Aircraft Corporation v. United States, 193 USPQ 449, 461 (Ct. cl. 1977). 
Data Line corp. v. Micro Technologies, Inc., 813 F.2d 1196, 1 USPQ2d 2052 (Fed. 
Cir. 1987). 

"In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990). 

‘8 Valmont Industries. Inc. v. Reinke Manufacturing Co. Inc., 983 F.2d 1039, 25 
USPQ2d 1451 (Fed. Cir. 1993). 

' Otherwise, a claim could be allowed having broad functional language which in 
reality is limited to only the specific structure or steps disclosed in the specification. 
This would be contrary to public policy of granting patents which provide adequate 
notice the public as to a claim’s true scope. 
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limitation with specific structure material or acts that are not 
described in the prior art. 


asad issues under Section 112, first or secondpara- 
gra 
The Donaldson decision may create some uncertainty as to 
what applicant regards as the invention. If this issue arises, it 
should be addressed in a rejection under § 112, 2d paragraph. 
While § 112, 6th paragraph permits a particular form of claim 
limitation, it cannot be read as creating an exception either to 
the description, enablement or best mode requirements of the 
or the definiteness requirement of the 2d paragraph 
of § 112. in re Knowlton, 481 F.2d 1357, 178 USPQ 486 
(CCPA 1973). 

If a “means or step plus function” limitation recited in a 
claim is not supported by corresponding structure, material or 
acts in the specification disclosure, the following rejections 
should be considered: (1) under § 112, Ist paragraph, as not 
being supported by an enabling disclosure because the person 
skilled in the art would not know how to make and use the 
invention without a description of elements to perform the 
function;” (2) under § 112, 2d paragraph, as being indefinite 
because the element or step is not defined in the specification 
by corresponding structure, material or acts; and (3) under §§ 
102 or 103 where the prior art anticipates or renders obvious 
the claimed subject matter including the means or step that 
performs the function specified in the claim. [Theory: since 
there is no corresponding structure, etc. in the specification to 
limit the means or step plus function limitation, an equivalent 
is any element that performs the specified function]. 


III. Avoid confusion with the doctrine of equivalents 


An “equivalent” for the purposes of § 112, 6th paragraph, 
should not be confused with the doctrine of equivalents. The 
doctrine of equivalents, most often associated with Graver 
Tank & Mfg. Co. v. Linde Air Products, 339 U.S. 605, 85 
USPQ 328 (1950), is sometimes applied to do equity among 
the parties before the court in an infringement action involving 
an issued patent. The doctrine typically involves a three-part 
inquiry - whether an accused device performs substantially 
the same function, in substantially the same way, to obtain 
substantially the same result as the claimed invention. Section 
§ 112, 6th paragraph limits the scope of the broad language 
of “means or step plus function” limitations, in a claim to a 
combination, to the structures, materials and acts described 
in the specification and equivalents thereof. The doctrine of 
equivalents equitably expands exclusive patent rights beyond 
the literal scope of a claim.”' Accordingly, decisions involving 
the doctrine of equivalents should not unduly influence a deter- 
mination under § 112, 6th paragraph during ex parte examina- 
tion. 


[1162 OG 59] 


Department of Commerce 
Patent and Trademark Office 


[Docket No. 950706172-5172-01] 
Utility Examination Guidelines 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: The Patent and Trademark Office (PTO) is pub- 
lishing the final version of guidelines to be used by Office 
personnel in their review of patent applications for compliance 
with the utility requirement. Because these guidelines govern 
internal practices, they are exempt from notice and comment 


*The description of an apparatus with block diagrams describing the function, but 
not the structure, of the apparatus is not fatal under the enablement requirement of 
§ 112, 1st paragraph, as long as the structure is conventional and can be determined 
without an undue amount of experimentation. Jn re Ghiron, 442 F.2d 985, 991, 
169 USPQ 723, 727 (CCPA 1971). 

"Valmont Industries Inc. v. Reinke Manufacturing Co., Ind., 
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and delayed effective date rulemaking requirements under 5 
U.S.C. § 553(b)(A). 

Effective Date: July 14, 1995. 

For Further Information Contact: Jeff Kushan by telephone 
at (703) 305-9300, by fax at (703) 305-8885, by electronic 
mail at kushan@uspto.gov, or by mail marked to his attention 
addressed to the Commissioner of Patents and Trademarks, 
Box 4, Washington, D.C. 20231. 


Supplementary Information 
I. Discussion of Public Comments 


Forty-four comments were received by the Office in response 
to the request for public comment on the proposed version of 
utility guidelines published on January 3, 1995 (60 FR 97). 
All comments have been carefully considered. A number of 
changes have been made to the examining guidelines and the 
legal analysis supporting the guidelines in response to the com- 
ments received. 

Many of the individuals responding to the request for public 
comments suggested that the Office address the relationship 
between the requirements of 35 U.S.C. § 112, first paragraph, 
and 35 U.S.C. § 101. The Office has amended the guidelines 
to provide a clarification consistent with these requests. The 
guidelines now specify that any rejection based on a “lack of 
utility” under § 101 should be accompanied by a rejection 
based upon § 112, first paragraph. The guidelines also specify 
that the procedures for imposition and review of rejections 
based on lack of utility under § 101 shall be followed with 
respect to the § 112 rejection that accompanies the § 101 
rejection. 

A suggestion was made that the guidelines should be modi- 
fied to provide that an application shall be presumed to be 
compliant with § 112, first if there is no proper 
basis for imposing a § 101 rejection. This suggestion has not 
been followed. Instead, the guidelines specify that § 112, first 

deficiencies other than those that are on a 
lack of utility be addressed separately from those based on lack 
of utility for the invention. 

Several individuals suggested that the guidelines address 
how § 101 compliance will be reviewed for products that are 
either intermediates or whose ultimate function or use is 
unknown. The Office has amended the guidelines to clarify 
how it will interpret the “specific utility” requirement of § 101. 

Some individuals suggested that the guidelines be amended 
to preclude Examiners from requiring that an applicant delete 
references made in the specification to the utility of an invention 
which are not necessary to support an asserted utility of the 
claimed invention. The guidelines have been amended consis- 
tent with this suggestion. 

One individual suggested that the legal analysis be amended 
to emphasize that any combination of evidence from in vitro 
or in vivo testing can be sufficient to establish the credibility 
of an asserted utility. The legal analysis has been amended 
consistent with this recommendation. 

A number of individuals questioned the legal status of the 
guidelines, particularly with respect to situations where an 
a believes that a particular Examiner has failed to follow 

the requirements of the guidelines in imposing a rejection = 

§ 101. The guidelines and the legal analysis supporting the 
guidelines govern the internal operations of the Patent and 
Trademark Office. They are not intended to, nor do they have 
the force and effect of law. As such they are not substantive 
rules creating or altering the rights or obligations of any party. 
Rather, the guidelines define the to be followed 
by Office personnel in their review of applications for § 101 
. The legal analysis supporting the guidelines articu- 
lates the basis for the ures established in the guidelines. 
Thus, an applicant who believes his or her application has been 
rejected in a manner that is inconsistent with the guidelines 
should respond substantively to the grounds of the rejection. 
“Non-compliance” with the guidelines will not be a petitionable 

action. 


or % 

Some individuals suggested that the guidelines and legal 
analysis be amended to specify that the Office will reject an 
application for lacking utility only in those situations where 
the asserted utility is “incredible.” This su has not been 
adopted. The Office has carefully reviewed the legal precedent 
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governing application of the utility requirement. Based on that 
review, the Office has chosen to focus the review for compli- 
ance with § 101 and § 112, first paragraph, on the “credibility” 
of an asserted utility. 

Some individuals suggested that the guidelines be amended 
to address how a generic claim that covers many discrete species 
will be assessed with regard to the “useful invention” require- 
ments of §§ 101 and 112 when one or more, but not all, species 
within the genus do not have a credible utility. The guidelines 
have been amended to clarify how the Office will address 
applications in which genus claims are presented that encom- 
pass species for which an asserted utility is not credible. The 
legal analysis makes clear that any rejection of any claimed 
subject matter based on lack of utility must adhere to the 
standards imposed by these guidelines. This is true regardless 
of whether the claim defines only a single embodiment of the 
invention, multiple discrete embodiments of the invention, or 
a genus encompassing many embodiments of the invention. 
As cast in the legal analysis and the guidelines, the focus of 
examination is the invention as it has been defined in the claims. 

Some individuals questioned whether the guidelines and the 
legal analysis govern actions taken by Examining Groups other 
than Group 1800 or the Board of Patent Appeals and Interfer- 
ences. The guidelines apply to all Office personnel, and to the 
review of all applications, regardless of field of technology. 

In addition to the changes made in response to comments 
from the public, the Office has amended the guidelines to clarify 
the procedure to be followed when an applicant has failed to 
identify a specific utility for an invention. The guidelines now 
provide that where an applicant has made no assertion as to 
why an invention is believed useful, and it is not immediately 
apparent why the invention would be considered useful, the 
Office will reject the application as failing to identify any 
specific utility for the invention. The legal analysis has also 
been amended to address evaluation of this question. 


II. Guidelines for Examination of Applications for Compli- 
ance with the Utility Requirement 


A. Introduction 


The following guidelines establish the policies and proce- 
<a to be followed by Office personnel in the evaluation of 
y application for compliance with the utility requirements 
of 35 U S.C. § 101 and § 112. The guidelines also address issues 
that may arise during examination of applications claiming 
protection for inventions in the field of biotechnology a 
human therapy. The guidelines are accompanied by an overview 
of gr 9 legal precedent governing the utility requirement. 
The guidelines have been promulgated to assist Office per- 
sonnel in their review of applications for compliance with the 
utility requirement. The guidelines and the legal analysis do 
not alter the substantive requirements of 35 U.S.C. § 101 and 
§ 112, nor are they designed to obviate review of applications 
for compliance with this statutory requirement. 


B. Examination Guidelines for the Utility Requirement 


Office personnel shall adhere to the following procedures 
when reviewing applications for compliance with the “useful 
invention” (“utility”) requirement of 35 U.S.C. § 101 and 35 
U.S.C. § 112, first paragraph. 


1. Read the specification, including the claims, to: 


a) determine what the applicant has invented, noting any 
specific embodiments of the invention; 

a) ensure that the claims define statutory subject matter (e.g., 
a process, machine, manufacture, or composition of matter); 

b) note if applicant has disclosed any specific reasons why 
the invention is believed to be “useful.” 


2. Review the specification and claims to determine if the 
applicant has asserted any credible utility for the claimed inven- 
tion: 


FF olen an Se ee 


useful for any particular purpose (i.e., a “specific utility”) and 
that assertion would be considered credibl pps Aa 
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ordinary skill in the art, do not impose a rejection based on 
lack of utility. Credibility is to be assessed from the perspective 
of one of ordinary skill in the art in view of any evidence of 
record (e.g., data, statements, opinions, references, etc.) that is 
relevant to the applicant’s assertions. An applicant must provide 
only one credible assertion of specific utility for any claimed 
invention to satisfy the utility requirement. 

b) If the invention has a well-established utility, regardless 
of any assertion made by the applicant, do not impose a rejection 
based on lack of utility. An invention has a well-established 
utility if a person of ordinary skill in the art would immediately 
appreciate why the invention is useful based on the characteris- 
tics of the invention (e.g., properties of a product or obvious 
application of a process). 

c) If the applicant has not asserted any specific utility for 
the claimed invention and it does not have a well established 
utility, impose a rejection under § 101, emphasizing that the 
applicant has not disclosed a specific utility for the invention. 
Also impose a separate rejection under § 112, first paragraph, 
on the basis that the applicant has not shown how to use the 
invention due to lack of disclosure of a specific utility. The § 
101 and § 112, rejections should shift the burden to the applicant 
to: 


— explicitly identify a specific utility for the claimed inven- 
tion, and 


— indicate where support for the asserted utility can be 
found in the specification. 


Review the subsequently asserted utility by the applicant 
using the standard outlined in paragraph (2)(a) above, and 
ensure that it is fully supported by the original disclosure. 


3. If no assertion of specific utility for the claimed invention 
made by the applicant is credible, and the claimed invention 
does not have a well-established utility, reject the claim(s) 
under § 101 on the grounds that the invention as claimed lacks 
utility. Also reject the claims under § 112, first paragraph, on 
the basis that the disclosure fails to teach how to use the 
invention as claimed. The § 112, first paragraph, rejection 
imposed in conjunction with a § 101 rejection should incorpo- 
rate by reference the grounds of the corresponding § 101 rejec- 
tion and should be set out as a rejection distinct from any other 
rejection under § 112, first paragraph, not based on lack of 
utility for the claimed invention. 

To be considered iate by the Office, any rejection 
based on lack of utility must include the following elements: 

a) A prima facie showing that the claimed invention has no 
utility. 


A prima facie showing of no utility must establish that it is 
more likely than not that a person skilled in the art would not 
consider credible any specific utility asserted by the applicant 
for the claimed invention. A prima facie showing must contain 
the following elements: 


i) a well-reasoned statement that clearly sets forth the 
reasoning used in concluding that the asserted utility is not 
credible; 

ii) support for factual findings relied upon in reaching this 
conclusion; and 

iii) support for any conclusions regarding evidence pro- 
vided by the applicant in support of an asserted utility. 


b) Specific evidence that supports any fact-based assertions 
needed to establish the prima facie showing. 


Whenever possible, Office personnel must provide documen- 
tary evidence (e.g., scientific or technical journals, excerpts 
from treatises or books, or U.S. or foreign patents) as the form 
of support used in establishing the factual basis of a prima 
facie showing of no utility according to items (a)(ii) and (a)(iii) 
above. If documentary evidence is not available, Office per- 
sonnel shall note this fact and specifically explain the scientific 
basis for the factual conclusions relied on in sections (a)(ii) 
and (a)(iii). 
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4. A rejection based on lack of utility should not be maintained 
if an asserted utility for the claimed invention would be consid- 
ered credible by a person of ordinary skill in the art in view 
of all evidence of record. 


Once a prima facie showing of no utility has been properly 
established, the applicant bears the burden of rebutting it. The 
applicant can do this by amending the claims, by providing 
reasoning or arguments, or by providing evidence in the form 
of a declaration under 37 CFR 1.132 or a printed publication, 
that rebuts the basis or logic of the prima facie showing. If the 
applicant responds to the prima facie rejection, Office personnel 
shall review the original disclosure, any evidence relied upon 
in establishing the prima facie showing, any claim amendments 
and any new reasoning or evidence provided by the applicant 
in support of an asserted utility. It is essential for Office per- 
sonnel to recognize, fully consider and respond to each substan- 
tive element of any response to a rejection based on lack of 
utility. Only where the totality of the record continues to show 
that the asserted utility is not credible should a rejection based 
on lack of utility be maintained. 

If the applicant satisfactorily rebuts a prima facie rejection 
based on lack of utility under § 101, withdraw the § 101 
rejection and the corresponding rejection imposed under § 112, 
first paragraph, per paragraph (3) above. 


Office personnel are reminded that they must treat as true 
a statement of fact made by an applicant in relation to an 
asserted utility, unless countervailing evidence can be provided 
that shows that one of ordinary skill in the art would have a 
legitimate basis to doubt the credibility of such a statement. 
Similarly, Office personnel must accept an opinion from a 
qualified expert that is based upon relevant facts whose accu- 
racy is not being questioned; it is improper to disregard the 
opinion solely because of a disagreement over the significance 
or meaning of the facts offered. 


Ill. Additional Information 


The PTO has prepared an analysis of the law governing the 
utility requirement to support the guidelines outlined above. 
Copies of the legal analysis can be obtained from Jeff Kushan, 
who can be reached using the information indicated above. 


BRUCE A. LEHMAN 

Assistant Secretary of Commerce 
and Commissioner of Patents 
and Trademarks 


July 3, 1995 


[1177 OG 146] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 940965 - 4265] 


RIN: 0651-AA67 
Revision of Affidavits Under 37 CFR 1.131 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of proposed rulemaking 

Summary: The Patent and Trademark Office (Office) proposes 
to amend the rules of practice relating to submission of affida- 
vits or declarations under 37 CFR 1.131 (a) to implement the 
relevant provisions of Public Law No. 103 - 182 and the GATT 
(General Agreement on Trade and Tariffs), and to provide relief 
in certain circumstances where a common assignee holds both 
an application and a patent claiming patentably indistinct, but 
not identical, inventions. 

Date: Written comments must be submitted on or before 
December 1, 1994. No oral hearing will be held. 
Addressees: Address written comments to the Commissioner 
of Patents and Trademarks, Washington, D.C. 20231, Attention: 
Charles E. Van Horn, Deputy Assistant Commissioner for 
Patent Policy and Projects, or by fax to (703) 305-8825. 
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For Further Information Contact: Charles E. Van Horn by 
telephone at (703) 305-9054 or Hiram Bernstein by telephone 
at (703) 305-9282 or by mail marked to the attention of Charles 
E. Van Horn, Deputy Assistant Commissioner for Patent Policy 
and Projects, and addressed as above. 

Supplementary Information: Public Law No. 103-182 
(November 4, 1993) implementing the North American Free 
Trade Agreement (NAFTA), amended 35 U.S.C. 104 to provide 
that for the purpose of obtaining a patent, an applicant can 
show a date of invention in the United States, or in a NAFTA 
country which occurred after the date of implementation (i.c., 
December 8, 1993). Although GATT enabling legislation has 
not been passed, these proposed rule changes assume that it 
will be passed, and therefore changes to 37 CFR 1.131(a) 
similar to NAFTA would be required. See Article 27, paragraph 
1, of the Agreement on Trade-related Aspects of Intellectual 
Property Rights, Including Trade in Counterfeit Goods, of the 
GATT. In the event that the GATT enabling legislation is not 
enacted when the final rules are published, the proposed rule 
changes relative to the GATT will be withdrawn. 

The Office proposes to amend 37 CFR 1.131(a), which is 
currently limited to facts showing a completion of the invention 
in the United States, to allow for a submission of facts in an 
affidavit or declaration that show completion of the invention 
in a NAFTA or a World Trade Organization (WTO) Member 
country. The WTO is established under the GATT agreement 
to resolve disputes between signatories to the agreement. The 
facts presented must demonstrate completion of the invention 
prior to the effective date of a reference thought to bar the 
grant of a patent or the patentability of a claim in a patent 
under reexamination. 

Additionally, the Office recognizes that there is a potential 
conflict between existing 37 CFR 1.131(a) and 37 CFR 
1.602(a). Section 1.131(a) prohibits affidavits or declarations 
thereunder when the same patentable invention as defined in 
37 CFR 1.601(n) (i.e., patentably indistinct inventions) is 
claimed. An interference under 35 U.S.C. § 135, rather than 
antedating under § 1.131(a), is generally the available remedy. 
However, 37 CFR 1.602(a) provides that when the applications 
or the application and patent are owned by a single party, 
interferences are not declared or continued unless good cause 
is shown. This can result in a hardship where there is an issued 
patent that can no longer be amended as by filing a continuation- 
in-part application. Where there are two or more pending appli- 
cations, the conflict can be avoided by filing a continuation- 
in-part application incorporating the conflicting inventions in 
a single application. 

The Office proposes to amend 37 CFR 1.131 to broaden its 
application to a single party where inventions of a pending 
application and a patent held by the party are patentably indis- 
tinct but not identical. Under the proposed additions to § 1.131, 
an affidavit or declaration could be filed by a party to avoid 
a 35 U.S.C. § 103 rejection based on a 35 U.S.C. §§ 102(a) 
or (e) patent owned by that party, where the patent claimed an 
invention that was patentably indistinct, but not identical to 
an invention claimed in an application or patent undergoing 
reexamination. 

The proposed addition to § 1.131 would not affect the use 
of the issued patent in a rejection based on double patenting. 
However, where patentably indistinct but not identical inven- 
tions are claimed, a double patenting rejection can be avoided by 
filing an appropriate terminal disclaimer. In addition, petitions 
under § 1.183 will be entertained for waiver of § 1.131 require- 
ments in iate instances where two pending applications 
claiming patentably indistinct but not identical inventions are 
held by a single party. 


Discussion of Specific Rules: 


Section 1.131(a), if amended to (a)(1) as proposed, would 
allow a § 1.131 affiant or declarant to rely upon facts occurring 
in a NAFTA or a WTO Member country to show completion 
of the invention. The term “domestic” would be changed to 
“U.S.” The section is proposed to be amended from a single 
sentence to three sentences. 

Section 1.131(a)(2), if added as proposed, would limit the 
availability of acts showing completion of the invention in a 
NAFTA or WTO Member country to those acts occurring 
subsequent to the effective date of the agreements. 
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Section 1.131(a)(3), if added as proposed, would allow a 
showing of prior invention to be made in a pending application 
or a patent that is undergoing reexamination where a single 
party holds both the application or patent undergoing reexami- 
nation and another patent where the claimed inventions were, 
at the time the later invention was made, both owned by the 
single party or subject to an obligation of assignment to that 
party. Further, in order to rely on proposed § 1.131(a)(3), the 
inventions claimed in the application or in the patent undergoing 
reexamination and in the other patent must not be identical as 
set forth in 35 U.S.C. § 102. 


Other Considerations: 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., 
Executive Order 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. The Office of Management and 
Budget has determined that the proposed rule changes are not 
significant for the purposes of E.O. 12866. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
the proposed rule changes will not have a significant economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, 5 U.S.C. 605(b)), because the proposed rules 
would affect only a small number of applications and would 
provide a streamlined and simplified procedure, eliminating 
the need for requesting waiver of the rules. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the relation- 
ship between the National Government and the States as out- 
lined in Executive Order 12612. 

These rule changes will not impose any additional burden 
under the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 


et seq. 
List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, and pursuant to 
the authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. § 6, the Office proposes to amend Title 
37 of the Code of Federal Regulations as set forth below, with 
deletions indicated by brackets ([ ]) and additions indicated by 
arrows (P<). 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 C.F.R., Part 1, would continue 
to read as follows: 


Authority: 35 U.S.C. § 6, unless otherwise noted. 


2. Section 1.131 is proposed to be amended by revising para- 
graph (a) to read as follows: 


§ 1.131 Affidavit or declaration of prior invention to overcome 
cited patent or publication. 


(a) ®(1)< When any claim of an application or a patent 
under reexamination is rejected on reference to a [domestic] 
PU.S.< patent which substantially shows or describes but 
does not claim the same patentable invention, as defined in § 
1.601(n), as the rejected invention, or on reference to a foreign 
patent or to a printed publication, [and] the inventor of the 
subject matter of the rejected claim, the owner of the patent 
under reexamination, or the qualified under §§ 1.42, 
1.43 or 1.47, [shall make] may overcome the patent or publi- 
cation by filing an appropriate oath or declaration ».< [as 
to] The oath or declaration must include facts showing a 
completion of the invention in this country Por in a NAFTA 
or WTO Member country 4 before the filing date of the applica- 
tion on which the [domestic] > U.S.< patent issued, or before 
the date of the foreign patent, or before the date of the printed 
publication [, then][.] > When an appropriate oath or declaration 





January 7, 1997 


is made, the patent or publication cited shall not bar the grant 
of a patent to the inventor or the confirmation of the patentability 
of the claims of the patent, unless the date of such patent or 
printed publication is more than one year prior to the date on 
which the inventor’s or patent owner’s application was filed 
in this country. 


P(a)(2) A date of completion of the invention may not be 
established under this section before December 8, 1993, in a 
NAFTA country, or before in a WTO Member country 
other than a NAFTA country. 


(a)(3) Notwithstanding the provisions of paragraph (a)(1), a 
showing may be made under this section where the inventions 
defined by a claim in an application or a patent under reexami- 
nation and by a claim in another U.S. patent are not identical 
as set forth in 35 U.S.C. 102, and where the inventions were, 
at the time the later invention was made, owned by the same 
person : subject to an obligation of assignment to the same 


person. 
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(ii) Claims that Encompass Any Machine or Manu- 
facture Embodiment of a Process 


(b) Statutory Processes [Guidelines § 1.B.1.(c)(iii)] 


(i) Appropriate Subject Matter for Manipulation 
Steps of a Process 
(ii) Transformation or Reduction to a Different State 


3. Non-Statutory Processes 


(a) Mathematical Algorithm That Defines a Law of 
Nature or Natural Phenomenon or Describes an Abstract Idea 

(b) Evaluation of Certain Language Related to Mathe- 
matical Operation Steps of a Process. 


(i) Intended Use or Field of Use Statements 

(ii) Necessary Antecedent Step to Performance of A 
Mathematical Operation or Independent Limitation on a 
Claimed Process 


(iii) Post-Mathematical Operation Step Uses Solution 
or Merely Conveys Result of Operation 


(c) Manipulation of Abstract Ideas Without A Practical 
Application 


IV. Issues Related to Compliance with Section 112, First and 
Second Paragraphs [Guidelines § 1.B.2.] ............scscssssssssesseseees 


A. Specification Fails to Show How to Make or Use Pro- 
grammed Computer Element of Invention [Guidelines § 
1.B.2.(b)] 


B. Programmed Computer Is Defined As Composite of Func- 
tional Elements 


C. Elements of a Machine Defined Using Means Plus Func- 
tion Language [Guidelines § I.B.2.(a) & (b)] 


D. Claim Does Not Define Applicant’s Invention [Guidelines 
§ 1.B.2.(a)] 


E. Claim Defined Using Only Computer Program Code 
[Guidelines § I.B.2.(a)] 


V. Issues Related to Compliance with § 103 [Guidelines § 
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VI. Conclusion 


Legal Analysis to Support Proposed Examination 
Guidelines for Computer-Implemented Inventions 


I. Introduction [Guidelines § I.A.] 


The Office has developed Proposed Examination Guidelines 
nted Inventions' and this legal analysis 
(collectively, the “guidelines”) to assist Office personnel in the 
examination of applications drawn to computer-implemented 
inventions. The guidelines are based on the Office’s current 
understanding of the law, and represent the official policy of 
the Patent and Trademark Office. Office personnel are to rely 
on these guidelines in the event of any inconsistent treatment 
of issues between these guidelines and any earlier provided 
guidance from the Office. 

The guidelines alter the procedures Office personnel shall 
employ to examine applications drawn to computer-imple- 
mented inventions. 

The guidelines also clarify the Office’s position on certain 
patentability standards related to this field of technology. The 
positions set forth in these guidelines are believed to be fully 
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consistent with the binding precedent of the Supreme Court, 
and the Federal Circuit and its predecessor courts. 

The Freeman-Walter-Abele’ test, while of limited value, may 
still be relied upon in analyzing claims directed solely to a 
process for solving a mathematical algorithm. “Business 
methods” are to be analyzed the same way as any other process. 

The appendix includes the proposed guidelines and a graphic 
overview of how Office personnel will conduct an examination 
to determine statutory subject matter. 


II. Determine What Applicant Has Invented and Is Seeking 
to Patent [Guidelines § I.B.1.] 


It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. Thus, Office per- 
sonnel must raise any issue that may affect patentability in the 
initial action on the merits. Under the principles of compact 
prosecution, each claim should be reviewed for compliance 
with every statutory requirement of patentability in the initial 
review of the application, even if one or more claims is found 
to be deficient with respect to one statutory requirement. Defi- 
ciencies should be explained clearly, particularly when they 
serve as a basis for a rejection. Where possible, Office personnel 
should indicate how rejections may be overcome and problems 
resolved. A failure to follow this approach can lead to unneces- 
sary delays in the prosecution of the application. 

Prior to focusing on any specific statutory requirements, 
Office personnel must begin examination by determining what, 
precisely, the applicant has invented and is seeking to patent,’ 
and how the claims relate to and define that invention. Conse- 
quently, Office personnel will no longer begin examination 
by determining if a claim recites a “mathematical algorithm.” 
Rather, they will review the complete specificat:on, including 
the detailed description of the invention, any specific embodi- 
ments that have been disclosed, the claims and the specific 
utility that has been asserted for the invention. 


A. Identify and Understand the Practical Utility Asserted 
for the Invention [Guidelines § I.B.1.(a)] 


The subject matter sought to be patented must be a “useful” 
process, machine, manufacture or composition of matter. 
Accordingly, a complete disclosure should contain some indica- 
tion of why the applicant believes the claimed invention is 
“useful.” This “usefulness” of the invention is called the “spe- 
cific” or “practical” utility of the invention. Specific or practical 
utility is simply a shorthand way of attributing “real world” 
value to the claimed subject matter, i.e., assuring there is some 
benefit to the public.‘ An invention that has some practical 
application satisfies the utility requirement.’ 

The applicant is in the best position to explain why an inven- 
tion is believed useful. Office personnel should therefore focus 
their efforts on identifying statements made in the specification 
that identify a practical application for the invention. Office 
personnel should rely on such statements throughout the exami- 
nation when assessing the invention for compliance with all 
statutory criteria. Deficiencies under the utility requirement 
will be rare, however. Further guidance in evaluating an asserted 
specific utility for compliance with § 101 is provided below 
and in the Utility Examination Guidelines.’ If the applicant 
asserts a practical utility for the invention, Office personnel 
should review the entire disclosure to determine the features 
necessary to accomplish the asserted practical utility. 


B. Review the Detailed Disclosure and Specific Embodi- 
ments of the Invention to Determine What the Applicant 
Has Invented [Guidelines § I.B.1(a)] 

The written description will provide the clearest explanation 
of the applicant’s invention, by exemplifying the invention, 
explaining how it relates to the prior art and by explaining 
the relative significance of various features of the invention. 
Accordingly, Office personnel should begin their evaluation of 
a computer-implemented invention as follows: 


— determine what the programmed computer does when it 
performs the processes dictated by the software (i.e., the func- 
tionality of the programmed computer);’ 

— determine how the computer is to be configured to provide 
that functionality (i.c., what elements constitute the pro- 
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grammed computer and how are those elements to be configured 
to provide the specified functionality); and 


— if applicable, determine the relationship of the programmed 
computer to other subject matter that constitutes the invention 
(e.g., machines, devices, materials, or process steps other than 
those that are part of or performed by the programmed com- 
puter). 


Patent applicants can assist the Office by preparing applica- 
tions that clearly set forth these aspects of a computer-imple- 
mented invention. 


C. Analyze the Claims [Guidelines § I.B.1.(b)] 


The claims define the property rights provided by a patent, 
and thus require careful scrutiny. The goal of claim analysis 
is to identify the boundaries of the protection sought by the 
applicant and to understand how the claims relate to and define 
what the applicant has indicated is the invention. Office per- 
sonnel must analyze the language of a claim before determining 
if the claim complies with each statutory requirement for patent- 
ability. 

Office personnel should begin claim analysis by identifying 
and evaluating each claim element. For processes, the claim 
elements will define steps or acts to be performed. For products, 
i.e., machines and articles of manufacture, the claim elements 
will define discrete physical structures. The discrete physical 
structures may be comprised of hardware or a combination of 
hardware and software. 

As provided in the guidelines, Office personnel are to corre- 
late each claim element to that portion of the disclosure that 
describes the claim element. This is to be done in all cases, 
ie., whether or not the claimed invention is defined using 
means or step plus function language. The correlation step will 
ensure that Office personnel clearly understand the meaning 
and scope of each claim limitation. 

The subject matter of a properly construed claim is defined 
by the terms that limit its scope, and it is this subject matter 
that must be examined. As a general matter, the grammar and 
intended meaning of terms used in a claim will dictate whether 
the language limits the claim scope. Language that suggests 
or makes optional but does not require steps to be performed 
or does not limit a claim to a particular structure does not limit 
the scope of a claim or claim element. 

Office personnel must rely on the applicant’s disclosure to 
properly determine the meaning of terms used in the claims.’ 
An applicant is entitled to be his or her own lexicographer, 
and in many instances will provide an explicit definition for 
certain terms used in the claims. Where an explicit definition 
is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. 
Office personnel should determine if the original disclosure 
provides a definition consistent with the applicant’ s assertions." 
If the applicant asserts that a term has a meaning that conflicts 
with the term’s art-accepted meaning, Office personnel should 
encourage the applicant to amend the claim to better reflect 
what applicant intends to claim as the invention. 

Office personnel are to give claims their broadest reasonable 
interpretation in light of the supporting disclosure.'! With the 
exception of claim elements defined in means or step plus 
function terminology, positive limitations on the scope of a 
claim cannot be read into the claims based on comments or 
explanations provided in the disclosure.'? While it is appropriate 
to use the specification to determine what applicant intended 
a term to mean, a positive limitation from the specification 
cannot be read into a claim that does not impose that limitation. 
A broad interpretation of the claims by the Office will reduce 
the possibility that the claim, when issued, will be interpreted 
more broadly than is justified or intended. An applicant always 
has the opportunity to amend the claims during prosecution to 
better reflect the intended scope of the claim. 

Finally, when evaluating the scope of a claim, every limita- 
tion in the claim must be considered.'? Office personnel may 
not dissect a claimed invention into discrete elements and then 
evaluate the elements in isolation. Instead, each claimed ele- 
ment of the invention must be considered in the context of the 
claim as a whole. 
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Ill. Assess Claimed Invention for Compliance with 35 
U.S.C. § 101 [Guidelines § L.B.1.(c)] 


As the Supreme Court has held, Congress chose the expan- 
sive language of § 101 so as to include “anything under the 
sun that is made by man.” Accordingly, § 101 of title 35, 
United States Code, provides: 


Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title." 


As cast, § 101 defines four categories of inventions that 
Congress deemed to be the appropriate subject matter of a 
patent; namely, processes, machines, manufactures or composi- 
tions of matter. The latter three categories define “things” while 
the process category defines inventions that consist of “actions” 
(i.e., a series of steps or acts to be performed)." 

Federal courts have held that § 101 does have certain limits. 
First, the phrase “anything under the sun that is made by man” 
is limited by the text of § 101, meaning that one may only 
patent something that is a machine, manufacture, composition 
of matter or a process.'’ Second, § 101 requires that the subject 
matter sought to be patented be a “useful” invention. Accord- 
ingly, a complete definition of the scope of § 101, reflecting 
Congressional intent, is that any new and useful process, 
machine, manufacture or composition of matter under the sun 
that is made by man is the proper subject matter of a patent. 
Subject matter not within one of the four statutory invention 
categories or which is not “useful” in a patent sense, accord- 
ingly, is not eligible to and cannot be patented. 

The subject matter courts have found to be outside the four 
statutory categories of invention is limited to abstract ideas, 
laws of nature and natural phenomena. While this is easily 
stated, determining whether an applicant is seeking to patent 
an abstract idea, a law of nature or a natural phenomenon has 
proven to be challenging. These three exclusions recognize that 
subject matter that is not a practical application or use of an 
idea, a law of nature or a natural phenomenon is not patentable. '* 

Courts have expressed a concern over “preemption” of ideas, 
law of natures or natural phenomena." The concern over pre- 
emption serves to bolster and justify the prohibition against 
the patenting of such subject matter. Such concerns are only 
relevant to claiming a scientific truth or principle. Thus, a 
claim to an “abstract” idea is non-statutory because it does not 
represent a practical application of the idea, not because it 
would preempt the idea. 


A. Determine Whether The Invention is “Useful” 


To be patentable, an invention must be “useful” (i.e., it must 
have a practical application). The purpose of this requirement 
is to limit patent protection to inventions that possess a certain 
level of “real world” value, as opposed to subject matter that 
represents nothing more than an idea or concept, or is simply 
a starting point for future investigation or research.” The utility 
of an invention must be within the “technological” arts.”! This 
requirement can be discerned from the variously phrased prohi- 
bitions against the patenting of abstract ideas, laws of nature 
or natural phenomenon. Courts have indicated that any techno- 
logical or utilitarian purpose may serve as an appropriate 
utility. 

Office personnel should confirm that the utility asserted for 
an invention is a practical application of the invention. If the 
utility of an “invention” is only as an object of philosophical 
inquiry or to be jated in terms of its literary or artistic 
value, the claimed invention should be rejected under § 101. 

Additionally, Office personnel have struggled with claims 
directed to methods of doing business. A method of doing 
business is to be treated like any other process. 


B. Classify the Invention as to Its Proper Statutory Category 


To properly assess compliance with the statutory invention 
requirements of § 101, Office personnel should classify each 
specifically claimed invention into one statutory or non-statu- 
tory category. If the subject matter falls into a non-statutory 
category, that should not preclude complete examination of 
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the application for all other conditions of patentability. This 
classification is only an initial finding at this point in the exami- 
nation process that will be again assessed after the examination 
for compliance with §§ 112, 102 and 103 and before issuance 
of any Office action. 


—e Subject Matter [Guidelines § 1.B.1.(c)(i) & 


Claims that are clearly non-statutory are those that define: 


— a “data structure” per se or computer program per se, 
i.e., information rather than a computer-implemented process 
or specific machine or computer readable memory manufacture; 


— acompilation or arrangement of non-functional informa- 
tion or a known machine-readable storage medium that is 
encoded with such information; 


— natural phenomena such as electricity and magnetism. 


Claims in this form are indistinguishable from abstract ideas, 
laws of nature and natural phenomena and may not be patented. 
Claims to processes that do nothing more than solve mathemat- 
ical problems or manipulate abstract ideas or concepts are more 
complex to analyze and are addressed below. See section 3. 


(a) “Data Structures” Per Se or Computer Programs Per 
Se 


Computers manage data by arranging the data in a particular 
order or sequence. The relationship that exists among the 
ordered data elements (i.e., the individual facts or data) is called 
a “data structure.” Data structures in this sense are not statutory 
products because they are not physical “things” nor are they 
statutory processes, as they are not “acts” being performed. 
In other words, when defined without any physical structure, 
a “data structure” is nothing more than information that explains 
a relationship that exists among ordered data, and therefore is 
non-statutory. In contrast, a memory circuit whose structure 
represents a practical application or use of a data structure is 
a statutory manufacture. Accordingly, it is important to distin- 
guish claims that define information per se from claims that 
define statutory inventions that are based on or use non-statutory 
information. 

Similarly, computer programs per se are not physical 
“things,” nor are they statutory processes, as they are not “acts” 
being performed. In contrast, a computer process that is imple- 
mented using a computer program, a specific computer recon- 
figured by a computer program, or a memory circuit whose 
structure is defined by a computer program are statutory. 

If a computer program is recited in a claim, Office personnel 
should determine if the computer program is being used to 
describe the physical structure of a manufacture or machine, 
or steps to be performed by a computer, or is intended to be 
the object of the patent, per se. 

If it is clear that the claim uses the computer program ele- 
ments to define actions to be performed by a computer, Office 
personnel should treat the claim as a process claim. If the 
computer program elements are recited in conjunction with a 
physical structure, such as a computer memory, the claim should 
be treated as a product claim. If the claimed subject matter 
cannot be treated as a process and does not have any physical 
structure, then it is non-statutory “information.” 

If an applicant challenges the Office’s classification of a 
claim containing computer program elements without any phys- 
ical structure as a process rather than a product, the claim 
should be rejected under § 101. Office personnel should also 
object to the specification under 37 CFR 1.71(b) if such an 
assertion is made, as the complete invention contemplated by 
the applicant has not been cast precisely as being an invention 
within one of the statutory categories. 


(b) Non-Functional Information 
The term “information” is the “communication of data.” It 


is also used to mean signals representing data. It is the latter 
definition that is used in these guidelines. 
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Certain information, such as music, literature, art, and photo- 
graphs, as well as mere facts or data, cannot impart function- 
ality to a computer. Such “information” is not a process, 
machine, manufacture or composition of matter. 

The policy that precludes the patenting of non-functional data 
would be easily frustrated if the same data could be patented as 
an article of manufacture. For example, music is commonly 
sold to consumers in the format of a compact disc. In such 
cases, the known compact disc acts as nothing more than a 
carrier for non-functional data. 

The non-functional content (e.g., words, images, or other 
information) cannot provide the practical utility for the manu- 
facture. Function-imparting information is necessary to create 
a functional and useful physical manufacture (e.g., a computer 
memory encoded with data that causes a computer to function 
in a particular manner). If the utility for the encoded medium 
is dependent upon a human appreciating the artistic or other 
value of the information content, the claimed invention should 
be rejected under § 101. 


(c) Natural Phenomena Such as Electricity and Magnetism 


Claims that recite nothing but the physical characteristics of 
a form of energy, such as a specific radio frequency, voltage, 
or the strength of a magnetic field, define energy or magnetism, 
per se, and as such are non-statutory. A claim directed to a 
natural phenomenon such as energy or magnetism, which does 
not recite the practical application of that phenomenon in a 
process or a product, is to be rejected under § 101. 


2. Statutory Subject Matter 
(a) Statutory Products 


If a claim defines a useful machine or manufacture by identi- 
fying the physical structure of the machine or manufacture in 
terms of its hardware or hardware and software combination, 
it defines a statutory product.* 


() Product Claims—Claims Directed to Machines and Man- 
ufactures 


Claims that define a computer-implemented invention as a 
specific machine or article of manufacture must define the 
physical structure of the machine or manufacture in terms of 
its hardware and associated functional software. The applicant 
may define the physical structure of a programmed computer 
or its hardware or software components in any manner that 
can be clearly understood by a person skilled in the relevant art. 
Generally a claim drawn to a particular programmed computer 
should identify the elements of the computer and indicate how 


Applicant A 


A computer system for determining the three dimen 


sional structure of a chemical compound compri 


(a) means for determining the three dimensional 


structure of a 


compound; 
(b) means for creating and displaying an image 
representing a three-dimensional perspective of the 
compound. 


The disclosure describes computer program code 
segments that are to be employed in configuring a 
general purpose microprocessor to create specific 
logic circuits. These circuits are indicated to be the 
“means” corresponding to the claimed means ele- 
ments. 


ne ‘cme stands 


process claim. 
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those elements are configured in either hardware or a combina- 
tion of hardware and software. 

A computer-related “manufacture” will typically be a compo- 
nent of a specific computer, such as a logic circuit or a computer 
memory. A manufactured computer memory containing a phys- 
ical structure representing encoded computer-readable instruc- 
tions, such as a computer program, is a statutory article of 
manufacture because the encoded computer-readable instruc- 
tions give the manufactured memory a new form or structure, 
and new qualities or properties (e.g., the ability to cause a 
computer to function in a particular, predefined manner). 

To adequately define a computer memory with a particular 
functionality, the claim must identify the physical characteris- 
tics of the memory (e.g., a logic circuit or a storage medium), 
and the functionality of the memory. A computer memory may 
be defined in a claim as: 


— a logic circuit that results when a programmed computer 
performs a series of steps dictated by a computer program;” 


— a memory defined by its functional and/or structural charac- 
teristics;”’ 


— a memory whose physical structure is defined by the act of 
storing computer-executable program code on the memory. 


(ii) Claims that Encompass Any Machine or Manufacture 
Embodiment of a Process 

A claim cast in product claim format that, when read in light 
of the specification, encompasses any computer implementation 
of a process should be examined on the basis of the underlying 
process. Such a claim can be recognized as it will: 
— define the physical characteristics of a computer or computer 
component exclusively as functions or steps to be performed 
on or by a computer, and 


— encompass any product in the stated class (e.g., computer, 
computer-readable memory) configured in any manner to per- 
form that process. 

The following hypotheticals illustrate this distinction. 
Assume two applicants present a claim to the following process: 

A process for determining and displaying the structure of a 
chemical compound comprising: 

(a) solving the wavefunction parameters for the compound 
to determine the structure of a compourd; 

(b) displaying the structure of the compound determined in 
step (a). 
In addition, each applicant claims an apparatus, and provides 
the noted disclosure to support the claims. 


Applicant B 


A computer system for determining the three dimen 
comprising: sional structure of a chemical compound comprising: 
(a) means for determining the three dimensional 
structure of a 
(b) means for displaying the structure of the 
compound determined in step (a). 


This disclosure states that it would be a matter of 


routine skill to select an appropriate computer system 
and implement the claimed process on that 

system. No specific disclosure is made regarding the 
two “means” elements recited in the claim (i.e., no 
computer program or logic circuit is described that 
can perform the indicated functions). The disclosure 
does provide an explanation of how to solve the 
wavefunction ions of a chemical compoend, 
and indicates that the solutions of those wavefunction 
equations can be employed to determine the physical 
structure of the corresponding compound. 


Claim encompasses any computer embodiment of 
process claim; patent ability stands or falls with 
process claim. 
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Applicant A 


Explanation 
performing the indicated functions. 


Office personnel are reminded that finding a product claim 
to encompass any product embodiment a “process” invention 
simply means that the Office will presume that the product 
claim encompasses any product in the stated class that performs 
the specified set of functions. Because this is interpretive and 
nothing more, it does not provide any information as to the 
patentability of the applicant’s underlying invention or the 
product claim. 

If a claim is found to encompass any product embodiment 
of the underlying process, and if the underlying process is 
statutory, the product claim should be classified as a statutory 
product. By the same token, if the underlying process invention 
is found to be non-statutory, Office personnel should classify 
the “product” claim as a “non-statutory product.” If the product 
claim is classified as being a non-statutory product on the basis 
of the underlying process, Office personnel should emphasize 
that they have considered all claim limitations and are basing 
their finding on the analysis of the underlying process. 


(b) Statutory Processes [Guidelines § I.B.1.(c)(iii)] 


A claim that requires one or more acts to be performed 
defines a process. Not all processes, however, are processes 
that fall within the definition of a statutory process under § 
101. A statutory process is a series of one or more acts that 
manipulate physical matter or energy resulting in some form 
of a physical transformation.” Accordingly, a claimed process 
is statutory if it: 


— manipulates some form of physical matter or energy; and 


— results in a transformation or reduction of the subject matter 
manipulated into a different state or into a different thing to 
achieve a practical application. 


(i) Appropriate Subject Matter for Manipulation Steps of 
a Process 


Consistent with the expansive Congressional intent behind 
§ 101, Office personnel shall consider any form of physical 
“matter” or “energy” to be the appropriate subject matter of 
the manipulation steps of a process. Importantly, the subject 
matter manipulated by a process does not have to be a physical 
object; it may be “intangible subject matter representative of 
or constituting physical activity or objects.”” Thus, an electrical 
signal representing data corresponding to a physical object or 
physical activity is appropriate subject matter for manipulation 
by a process. If the “acts” of a process manipulate only numbers, 
abstract concepts or ideas, the acts are not being applied to 
appropriate subject matter. Thus, a process consisting solely 
of mathematical operations does not manipulate appropriate 
subject matter and thus cannot constitute a statutory process. 


(ii) Transfermation or Reduction to a Different State or 
Thing 


To be statutory, the claimed process when practiced must 
physically transform the subject matter manipulated—some- 
thing must happen other than manipulating concepts or con- 


verting numbers to different numbers. The required 
transformation can take place during any step of the process 
(e.g., if a process requires three “acts” and only the last “act” 
transforms the subject matter to a different state or thing, a 
sufficient transformation has occurred). If the process does not 
result in any physical transformation, it is not statutory. 


(iii) Examples of Statutory Computer-Implemented Pro- 
cesses 


U.S. PATENT AND TRADEMARK OFFICE 


Disclosure identifies the specific machine capable of 


1194 TMOG 205 
(90) 


Applicant B 


In this scenario, the applicant has not provided any 
information that can serve to distinguish the “imple- 
mentation” of the process on a computer from the 
factors that will govern the patentability determina- 
tion of the process per se. As such, the patentability 
of this apparatus claim will stand or fall with that 
of the process claim. 


Three exemplary computer-performed processes that fully 
satisfy the requirements of § 101: 


— A process that requires physical acts to be performed inde- 
pendent of the steps to be performed by a programmed com- 
puter, where those acts involve the manipulation of tangible 
physical objects and result in the object having a different 
physical attributes or structure;” 


— A process that requires acts to be performed on the physical 
components of a computer (i.e., the process manipulates the 
components of the computer rather than data representing some- 
thing external to the computer system) and the effect of the 
process is that the computer operates differently (such as an 


operating system process); and 


— A process that requires acts to be performed by a computer 
on data in the form of an electrical or magnetic signal, where 
the data represents a physical object or activities external to 
the computer system (e.g., physical characteristics of a chemical 
compound or a person’s heart rate), and where the process 
causes some transformation of the physical but intangible repre- 
sentation of the physical object or activities.*' 


3. Non-Statutory Processes 


In practical terms, claims define non-statutory processes if 
they: 


— consist solely of mathematical operations (i.e., a “mathemat- 
ical algorithm”); or 


— simply manipulate abstract ideas without some practical 
application (e.g., a bid, a bubble hierarchy). 


(a) Mathematical Algorithm That Defines a Law of Nature 
or Natural Phenomenon or Describes an Abstract Idea 


A process that consists solely of mathematical operations 
is non-statutory. Mathematical algorithms do not manipulate 
physical matter and cannot cause a physical effect. Courts have, 
however, recognized a distinction between types of mathemat- 
ical algorithms, namely, some define a “law of nature” in mathe- 
matical terms and others merely describe an “abstract idea.” 

Certain mathematical algorithms have been held non-statu- 
tory because they represent a mathematical definition of a law 
of nature or a natural phenomenon. For example, the formula 
E=mc’ is a “law of nature”—it defines a “fundamental scientific 
truth” (i.e., the relationship between energy and mass). To 
comprehend how the law of nature relates to any object, one 
invariably has to perform certain steps (e.g., multiplying a 
number representing the mass of an object by the square of a 
number representing the speed of light). If an applicant defines 
a process to consist solely of those steps that one must follow 
to solve the mathematical mtation of the law of nature, 
the “process” is indistinguishable from the law of nature and 
would “preempt” the law of nature. A patent cannot be granted 
on such a process. 

Other mathematical algorithms have been held non-statutory 
because they merely describe an abstract idea. An “abstract 
idea” may simply be any sequence of mathematical operations 
that are combined to solve a mathematical problem. The con- 
cern addressed by holding such subject matter non-statutory is 
that the mathematical operations merely describe an idea and 
do not define a process that represents a practical application 
of the idea. 

Accordingly, when a claim is found to define non-statutory 
subject matter because of a mathematical algorithm, it is 
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nature or natural phenomenon or abstract idea. A rejection 
under § 101 should indicate the type of deficiency relied upon 
to support the rejection. 


(b) Evaluation of Certain Language Related to Mathemat- 
ical Operation Steps of a Process 


(i) Intended Use or Field of Use Statements 


Claim language that simply specifies an intended use or field 
of use for the invention generally will not limit the scope of 
a claim. Such language often will be presented in the preamble 
of claim, but may appear elsewhere in the body of the claim. 
Intended or field of use language appearing in the preamble 
will in most instances not limit the claim scope, and as such, 
Office personnel should be careful to properly interpret such 
language. For example, a claimed mathematical process “to be 
used in seismic prospecting...” is not limited by the seismic 
prospecting use statement (i.e., none of the steps were explicitly 

or implicitly limited to application to seismic prospecting activi- 
ties).* In such a case, Office personnel should identify the 
claim language that constitutes the intended use or field of use 
statements and provide the basis for their findings. This will 
shift the burden to applicant to demonstrate otherwise. 


(ti) Necessary Antecedent Step to Performance of A Mathe- 
matical Operation or Independent Limitation on a Claimed 


In rare situations, certain acts of “collecting” or “selecting” 
data for use in a process consisting of one or more mathematical 
operations will not further limit a claim beyond the specified 
mathematical operation step(s). Such acts “merely determine 
values for the variables used in the mathematical operations 
used in making the calculations.”™ In other words, the acts are 
dictated by nothing other than the performance of a mathemat- 
ical operation.* 

If aclaim requires acts to be performed to create data that will 
then be used in a process representing a practical application of 
one or more mathematical operations, those acts must be treated 
as further limiting the claim beyond the mathematical opera- 
tion(s) per se. Such acts are data gathering steps not dictated 
by the algorithm but by other limitations which require certain 
antecedent steps and as such constitute an independent limita- 
tion on the claim. 


Examples of acts that independently limit a claimed process 
involving mathematical operations include: 


— a method of conducting seismic exploration which requires 


generating and | manipulating signals from seismic energy waves 
before “summing” the values represented by the signals; and 


— a method of displaying X-ray attenuation data as a signed 
gray scale signal in a “field” using a particular anti-aliasing 
algorithm, where the antecedent steps require generating the 
data using a particular machine (e.g., a computed tomography 
scanner). 


Examples of steps that do not independently limit one or 
more mathematical operation steps include: 


coe been the values of | a set of process inputs, where 
the subject matter ’’ was a number and the act of 
Ba ae fie consists of substituting the numerical values of 
variables; 


— selecting a set of “arbitrary measurement point” values.” 
Such steps do not impose i t limitations on the scope 
of the claim beyond those required by the mathematical opera- 
ion limitati 


(iii) Post- 


Mathematical Operation Uses Solution 
honey ane sa fir | are a soe + 


In rare instances, certain kinds of post-solution “acts” will 
not further limit a process claim beyond the performance of 
the preceding mathematical operation step even if the acts are 
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recited in the body of a claim. If, however, the claimed acts 
represent some use of the solution, those acts will invariably 
impose an independent limitation on the claim. Thus, if a claim 
requires that the direct result of a mathematical operation be 
evaluated and transformed into something else, Office per- 
sonnel cannot treat the subsequent steps as being indistinguish- 
able from the performance of the mathematical operation and 
thus not further limiting on the claim. For example, acts that 
require the conversion of a series of numbers representing 
values of a wavefunction equation for a chemical 

into values representing an image that conveys information 
about the three dimensional structure of the compound cannot 
be treated as being part of the mathematical ions that 
yield the wavefunction numbers. Office personnel should be 
especially careful when reviewing claim language that requires 
the performance of “post-solution” steps to ensure that actual 
claim limitaticns are not ignored. 


Examples of steps found not to independently limit a process 
involving one or more mathematical operation steps include: 


— step of “updating an alarm limit” found to constitute chan- 
ging the number value of a variable to represent the result of 
the calculation; 


— final step of “magnetically recording” the result of a calcula- 
tion; 


— final step of “equating” the process outputs to the values 
of the last set of process inputs found to constitute storing the 
result of calculations; 


— final step of displaying result of a calculation “as a shade 
of gray rather than as simply a number” found to not constitute 
distinct step where the data were numerical values that did not 


represent anything;” and 


step of eae electrical signals representing” the 
result of calculations. 


Office personnel are reminded to rely on the applicant’s charac- 
terization of the significance of the “acts” being assessed to 
resolve questions related to their relationship to the mathemat- 
ical operations recited in the claim and the invention as a 
whole. 


(c) Manipulation of Abstract Idezs Without A Practical 
Application 


A process that consists solely of the manipulation of an 
abstract idea without any limitation to a practical application 
is non-statutory.” 

In order to determine whether the claim is limited to a prac- 
tical application of an idea, Office personnel must analyze the 
claim as a whole, in light of the specification, to understand 
what subject matter is being ee _ how it is being 
manipulated. During this procedure, Offi 1 must 
evaluate any statements of intended use or field of use, rod 
data gathering step and any post-manipulation activity. See 
section (b) above. 


IV. Issues Related to Compliance with Section 112, First 


and Second Paragraphs [Guidelines § I.B.2.] 

Section 112 serves to ensure that the claims are clearly 

defined and are fully supported by the disclosure. Office per- 
sonnel should focus their assessment of applications for compli- 
ance with § 112 on determining if the disclosure and claims 
clearly convey what the applicant has invented, permit others 
to determine what rights have been provided to the patentee, 
and enable one skilled in the art to the practice the invention 
without undue experimentation. 

When a applications, Office personnel must always 
remember to use the perspective of one of ordinary skill in the 
art. Claims and disclosures are not to be evaluated in a vacuum. 
If elements of an invention are well known in the art, the 
applicant does not have to provide a disclosure that describes 
those elements. 
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Similarly, the applicant need not explicitly recite in the claims 
every feature of the invention. Rather, if the claims, interpreted 
in light of the disclosure reasonably apprise those of ordinary 
skill in the art what the invention is, they satisfy the require- 
ments of § 112, second paragraph. For example, if an applicant 
indicates that the invention is a particular computer, the claim 
does not have to recite every element or feature of the computer. 
In fact, it is preferable for the claim to be drafted in a form 
that emphasizes what the applicant has invented (e.g., what is 
new rather than old).”” 

If deficiencies are discovered with respect to § 112, Office 
personnel must be careful to rely on the appropriate paragraph 
of § 112. Deficiencies under the second paragraph of § 112 
exist if it is unclear what the claim defines (i.e., the claim fails 
to particularly point out and distinctly claim the invention), 
or the claim as cast does not define what applicant has indicated 
to be the invention.” Deficiencies under the first paragraph of 
§ 112 can arise where there is not an adequate written descrip- 
tion that serves to identify what the applicant has invented, or 
the disclosure does not enable one skilled in the art to make and 
use the invention as claimed without undue experimentation. 
Deficiencies related to disclosure of the best mode for carrying 
out the claimed invention are not usually encountered during 
initial examination of an application. 


A. Specification Fails to Show How to Make or Use Pro- 
form Computer Element of Invention [Guidelines § 
-(b) 


The disclosure must enable a person skilled in the art to 
configure the computer to possess the requisite functionality, 
and, if relevant, integrate the computer with other elements to 
yield the claimed invention, without the exercise of undue 
experimentation. If the specification fails to identify how to 
configure a computer to possess the requisite functionality or 
how to integrate the programmed computer with other elements 
of the invention, the claim is likely to be deficient under § 
112, first paragraph. 

For many computer-implemented inventions, it is not unusual 
for the claimed invention to involve more than one field of 
technology. For such inventions, the disclosure must satisfy 
the enablement standard for each aspect of the invention.” As 
such, the disclosure must teach a person skilled in each art 
how to make and use the relevant aspect of the invention 
without undue experimentation. For example, to enable a claim 
to a programmed computer that determines and displays the 
three-dimensional structure of a chemical compound, the dis- 
closure must 


— enable a person skilled in the art of molecular modeling to 
understand and practice the underlying molecular modeling 
processes; and 


— enable a person skilled in the art of computer programming 
to create a program that directs a computer to create and display 
the image representing the three-dimensional structure of the 


compound. 


In other words, the disclosure corresponding to each aspect of 
the invention must be enabling to a person skilled in each 
respective art. 


B. Programmed Computer Is Defined As Composite of 


Functional Elements 

In many instances, an applicant will describe a programmed 
computer by outlining the significant elements of the pro- 
grammed computer using a functional block diagram. Office 
personnel should review the specification to ensure that along 
with the functional block diagram the disclosure provides infor- 
mation that adequately describes each “element” in hardware or 
software. If the functionally labeled elements of a programmed 
computer are not described further in the specification and one 
skilled in the art would not know what the elements are or 
how to make or use them to yield the claimed invention, a claim 
defining an invention requiring the use of that programmed 
computer is likely to be deficient under one or more require- 
ments of § 112. 


U.S. PATENT AND TRADEMARK OFFICE 


1194 TMOG 207 
(90) 


C. Elements of a Machine Defined Using Means Plus Func- 
tion Language [Guidelines § I.B.2.(a) & (b)] 


Where means plus function language is used to define the 
characteristics of a machine or manufacture invention, claim 
elements must be interpreted to read on only the structures 
or materials disclosed in the specification, and “equivalents 
thereof.”*' Thus, at the outset Office personnel must attempt 
to correlate means elements to some description of the elements 
in the written specification and drawings. 

As noted earlier, there are many appropriate ways of 
describing the elements of a programmed computer. If the 
description makes it clear that a means element corresponds 
to the physical structure of a computer or computer component, 
that description will sufficiently define the claimed means ele- 
ment. Thus, a means element may be defined to be: 


— a programmed computer with a particular functionality; 


— a logic circuit or other component of a programmed computer 
that performs a series of specifically identified operations dic- 
tated by a computer program; or 


— a computer memory encoded with executable instructions 
representing a computer program that can cause a computer to 
function in a particular fashion. 


A claim patterned after a functional block diagram and 
defined using means plus function language may fail to particu- 
larly point out and distinctly claim the invention if the disclosure 
does not describe the specific materials or structures that corre- 
spond to the means elements. The scope of a “means” element 
is defined as the corresponding structure or material (e.g., a 
specific logic circuit) set forth in the written description and 
its equivalents. Where no structure or material is disclosed, the 
claim fails to particularly point out and distinctly claim the 
invention. For example, if the applicant discloses only the 
function to be performed and provides no description of hard- 
ware or software that performs the function, the application 
has not disclosed any “structure” to correspond to the means. 
Such a claim should be rejected under § 112, second paragraph. 
In contrast, if the corresponding structure is disclosed to be a 
memory or logic circuit that has been configured in some 
manner to perform that function (e.g., using a computer pro- 
gram), the claim satisfies § 112, second paragraph. 


Further guidance in interpreting the scope of equivalents of 
means elements is provided in the Examination Guidelines For 
Claims Reciting A Means or Step Plus Function Limitation In 
Accordance With 35 U.S.C. 112, 6th Paragraph.” 


D. Claim Does Not Define Applicant’s Invention [Guidelines 
§ LB.2.(a)] 


To satisfy the second paragraph of § 112, the claims must 
define the invention in a manner consistent with the applicant’s 
written description of the invention. If the applicant asserts a 
practical utility for the invention, Office personnel should 
review the entire disclosure to determine the features necessary 
to accomplish the asserted practical utility. When the claim 
recites a practical utility but fails to recite the necessary features 
to accomplish the asserted practical utility, the claim should 
be rejected under § 112, second paragraph. If a claim is so 
broad as to encompass non-statutory subject matter, the claim 
should be rejected under § 112 { 2, as well as § 101. For 
example, if applicant has described the invention as a computer- 
implemented process, but the claim is broad enough to cover 
the mental performance of the process, then it should be rejected 
under both § 112 ¥ 2 and § 101. 

A claim as a whole that defines non-statutory subject matter 
is deficient under § 101, and under § 112, second paragraph.De- 
termining the scope of a claim as a whole requires a clear 
understanding of what the applicant regards as the invention. 
If the invention as disclosed in the written description is statu- 
tory, but the claims define subject matter that is not, the defi- 
ciency can be corrected by an priate claim amendment. 
Therefore, reject the claims under §§ 101 and 112, second 
paragraph, but identify the features of the invention that, if 
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recited in the claim, would render the claimed subject matter 
statutory. 


E. Claim Defined Using 
[Guidelines § LB.2.(a)] 


A claim defined entirely in computer program code, whether 
in source or object code format, may be deficient under § 112 
{ 2 if one of ordinary skill in the art would not be able to 
ascertain the metes and bounds of the claimed invention. Such 
a claim should also be objected to under 37 CFR | 52(a).5 A 
computer programming language is not the English language, 
despite the fact that English words may be used in that language. 
In certain circumstances, as where self-documenting pro- 
gramming code is employed, use of programming language in 
a claim would be permissible, since such program source code 
presents sufficiently high-level language and descriptive identi- 
fiers to make it universally understood to others in the art 
without the programmer having to insert any comments.* 
Applicants should be encouraged to functionally define the 
steps the computer will perform rather than simply providing 
source or object code. 


V. Issues Related to Compliance with § 103 [Guidelines § 
1B3.] 


As is the case for inventions in any field of technology, 
assessment of a claimed computer-implemented invention for 
compliance with § 103 begins with a comparison of the claimed 
subject matter to what is known in the prior art. Once distinc- 
tions are identified between the claimed invention and the prior 
art, those distinctions must be assessed and resolved in light 
of the knowledge possessed by a person of ordinary skill in 
the art. Against this backdrop, one must determine whether the 
invention would have been obvious at the time the invention 
was made. If not, the claimed invention satisfies § 103. Factors 
and considerations dictated by law governing § 103 apply 
without modification to inventions in this field of technology. 

If the difference between the prior art and the claimed inven- 
tion is limited to information stored on or employed by a 
machine, one must determine what role the information plays 
with regard to the invention considered as a whole. Where the 
information imparts some degree of functionality to the claimed 
invention taken as a whole, it represents a critical element of 
the invention. As such, the information must be considered and 
addressed incident to application of § 103. Thus, a rejection 
of the claim as a whole under § 103 is inappropriate unless 
the functionality imparted by the information would have been 
suggested by the prior art. To establish a prima facie case of 
obviousness, Office personnel must explain why it would have 
been obvious to a person of ordinary skill in the art, at the 
time the invention was made, to impart the functionality of the 
programmed computer with that specific information. 

However, where the information imparts no functionality to 
achieve the specific utility of the invention, it cannot serve 
to render the claimed invention, considered as a whole, non- 
obvious. Generally speaking, situations where information 
imparts no functionality will be limited to the following: 


— a computer readable storage medium that differs from the 
prior art solely with respect to information encoded on the 
medium that does not alter its functionality considered as a 
whole, 


Only Computer Program Code 


— acomputer that differs from the prior art solely with respect 
to information whose content does not alter how the machine 
functions (i.e., the information does not reconfigure the com- 
puter), or 


— a process that differs from the prior art only with respect 
to information that does not alter how the process steps are to 
be performed to achieve the utility of the invention. 


Thus, if the prior art suggests storing a song on a disk, merely 
choosing a particular song to store on the disk would be pre- 

sumed to have been obvious as being well within the level of 
ordinary skill in the art at the time the invention was made. 

Such a difference is simply a rearrangement of non-functional 
information. 


VL. Conclusion 
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Once Office personnel have concluded an analysis of the 
claimed invention under all the statutory provisions, including 
§§ 101, 112, 102 and 103, when composing any Official action, 
they should review all the proposed rejections and their bases 
to confirm their correctness. Only then should any rejection 


be imposed. 


' See Request for Comments on Proposed Examination Guide- 
lines for Computer-Implemented Inventions, 60 Fed. Reg. 
28,778 (June 2, 1995). 


2 In re Freeman, 573 F.2d 1237, 1245, 197 USPQ 464, 471 
(CCPA 1978); In re Walter, 618 F.2d 758, 767, 205 USPQ 
397, 406-07 (CCPA 1980); In re Abele, 684 F.2d 902, 905- 
07, 214 USP Q 682, 685-87 (CCPA 1982). 


3 As the courts have repeatedly reminded the Office: “The goal 
is to answer the question “‘What did applicants invent?’” In 
re Abele, 684 F.2d at 907, 214 USPQ at 687 (CCPA 1982). 
Accord, e.g., Arrhythmia Research Tech. v. Corazonix Corp., 
958 F.2d 1053, 1059, 22 USPQ2d 1033, 1038 (Fed. Cir. 1992). 


“See Brenner v. Manson, 383 U.S. 519, 534, 148 USPQ 689, 
695 (“Whatever weight is attached to the value of encouraging 
disclosure and of inhibiting secrecy, we believe a more compel- 
ling consideration is that a process patent in the chemical field, 
which has not been developed and pointed to the degree of 
specific utility, creates a monopoly of knowledge which should 
be granted only if clearly commanded by the statute.”)(em- 
phasis added). See also Nelson v. Bowler, 626 F.2d 853, 856, 
206 USPQ 881, 883 (CCPA 1980) (Specific utility is also 
called “practical utility.”). 


> E.g., In re Alappat, 33 F.3d 1526, 1543, 31 USPQ2d 1545, 
1556-57 (Fed. Cir. 1994) (in banc) (quoting Diamond v. Diehr, 
450 U.S. 175, 192, 209 USPQ 1, 10 (1981)). See also id. at 1579 
(Newman, J., concurring) (“unpatentability of the principle does 
not defeat patentability of its practical applications”) (citing 
O'Reilly v. Morse, 56 U.S. (15 How.) 62 (1854)); Arrhythmia 
958 F.2d at 1057, 22 USPQ2d at 1036. 


° 60 Fed. Reg. 36,263 (July 14, 1995). 
7 Arrythmia, 958 F.2d at 1057, 22 USPQ2d at 1036: 


It is of course true that a modern digital computer manipulates 
data, usually in binary form, by performing mathematical opera- 
tions, such as addition, subtraction, multiplication, division, or 
bit shifting, on the data. But this is only how the computer 
does what it does. Of importance is the significance of the data 
and their manipulation in the real world, i.e., what the computer 
is doing. 


’ Many computer-implemented inventions do not consist solely 
of a computer. Thus, Office personnel should identify those 
claimed elements of the computer-implemented invention that 
are not part of the programmed computer, and determine how 
those elements relate to the programmed computer. Office per- 
sonnel should look for specific information that explains the 
role of the programmed computer in the overall process or 
machine and how the programmed computer is to be integrated 
with the other elements of the apparatus or used in the process. 


° Markman v. Westview Instruments, 52 F.3d 967, 980, 34 
USPQ2d 1321, 1330 (Fed. Cir. 1995) (in banc). 


See, e.g., In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 
1671, 1674 (Fed. Cir. 1994) (inventor may define specific terms 
used to describe invention, but must do so “with reasonable 
clarity, deliberateness, and precision” and, if done, must “‘set 
out his uncommon definition in some manner within the 
disclosure’ so as to give one of ordinary skill in the art notice 
of the change” in meaning) (quoting Jntellicall, Inc. v. Phono- 
metrics, Inc., 952 F.2d 1384, 1387-1388, 21 USPQ2d 1383, 
1386 (Fed. Cir. 1992)). 


"' See, e.g., In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 
1320, 1322 (Fed. Cir. 1989) (“During patent examination the 
pending claims must be interpreted as broadly as their terms 
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reasonably allow . . . . The reason is simply that during patent 
prosecution when claims can be amended, ambiguities should 
be recognized, scope and breadth of language explored, and 
clarification imposed. . . An essential purpose of patent exami- 
nation is to fashion claims that are precise, clear, correct, and 
unambiguous. Only in this way can uncertainties of claim scope 
be removed, as much as possible, during the administrative 
process.”). 


® See, e.g., In re Paulsen, 30 F.3d at 1480, 31 USPQ2d at 
1674 (although specification can be used to interpret what the 
patentee meant by a word or phrase in the claim, cannot add 
extraneous limitation from the specification when limitation is 
= -— to interpret any particular words or phrases in the 
claim). 


3 See, e.g., Diamond v. Diehr, 450 U.S. at 188-89, 209 USPQ 
at 9 (“In determining the eligibility of respondents’ claimed 
process for patent protection under § 101, their claims must 
be considered as a whole. It is inappropriate to dissect the 
claims into old and new elements and then to ignore the presence 
of the old elements in the analysis. This is particularly true in 
a process claim because a new combination of steps in a process 
may be patentable even though all the constituents of the combi- 
nation were well known and in common use before the combina- 
tion was made.”). 


Diamond v. Chakrabarty, 447 U.S. 303, 308-09, 206 USPQ 
193, 196-97 (1980): 


In choosing such expansive terms as “manufacture” and “‘com- 
position of matter,” modified by the comprehensive “any,” 
Congress plainly contemplated that the patent laws would be 
given wide scope. The relevant legislative history also supports 
a broad construction. The Patent Act of 1793, authored by 
Thomas Jefferson, defined statutory subject matter as “any new 
and useful art, machine, manufacture, or composition of matter, 
or any new or useful improvement [thereof].” Act of Feb. 21, 
1793, § 1, 1 Stat. 319. The Act embodied Jefferson’s philosophy 
that “ingenuity should receive a liberal encouragement.” 5 Writ- 


urag 
ings of Thomas Jefferson 75-76 (Washington ed. 1871). See 
Graham v. John Deere Co., 383 U.S. 1, 7-10 (1966). Subsequent 
patent statutes in 1836, 1870, and 1874 employed this same 
broad language. In 1952, when the patent laws were recodified, 
Congress replaced the word “art” with “process,” but otherwise 
left Jefferson’s language intact. The Committee Reports accom- 
panying the 1952 Act inform us that Congress intended statutory 


subject matter to “include anything under the sun that is made 
by man.” S. Rep. No. 1979, 82d Cong., 2d Sess. 5 (1952); 
H.R. Rep. No. 1923, 82d Cong., 2d Sess. 6 (1952). 


This perspective has been embraced by the Federal Circuit: 


The plain and unambiguous meaning of § 101 is that any new 
and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may be 
patented if it meets the requirements for patentability set forth 
in Title 35, such as those found in § 102, 103, and 112. The 
use of the expansive term “any” in § 101 represents Congress’s 
intent not to place any restrictions on the subject matter for 
which a patent may be obtained beyond those specifically 
recited in § 101 and the other parts of Title 35 . . . . Thus, it 
is improper to read into § 101 limitations as to the subject 
matter that may be patented where the legislative history does 
not indicate that Congress clearly intended such limitations. 
[In re Alappat, 33 F.3d at 1542, 31USPQ2d at 1556.] 


'S 35 U.S.C. § 101 (1994). 


6 See 35 U.S.C. § 100(b) (“The term “process” means process, 
art, or method, and includes a new use of a known process, 
machine, manufacture, composition of matter, or material.”). 


"” E.g., In re Alappat, 33 F.3d at 1542, 31USPQ2d at 1556; In 
re Warmerdam, 33 F.3d at 1358, 31USPQ2d at 1757. 


18 See, e.g., Rubber-Tip Pencil v. Howard, 87 U.S. 498, 507 
(1874) (“idea of itself is not patentable, but a new device by 
which it may be made practically useful is”); Mackay Radio & 
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Telegraph Co. v. Radio Corp. of America, 306 U.S. 86, 94 
(1939) (“While a scientific truth, or the mathematical expres- 
sion of it, is not a patentable invention, a novel and useful 
structure created with the aid of knowledge of scientific truth 
may be.”); In re Warmerdam, 33 F.3d 1354, 1360, 31 USPQ2d 
1754, 1759 (Fed. Cir. 1994) (“steps of ‘locating’ a medial axis, 
and ‘creating’ a bubble hierarchy describe nothing more than 
the manipulation of basic mathematical constructs, the para- 
digmatic ‘abstract idea’”). 


'® The concern over preemption was expressed as early as 1852. 
See Le Roy v. Tatham, 55 U.S. 156, 175 (1852)(“A principle, 
in the abstract, is a fundamental truth; an original cause; a 
motive; these cannot be patented, as no one can claim in either 
of them an exclusive right.”); Funk Brothers Seed Co. v. Kalo 
Inoculant Co., 333 U.S. 127, 132, 76 USPQ 280, 282 (1988) 
(combination of six species of bacteria to be non-statutory 
subject matter). 


0 In re Ziegler, 992 F.2d 1197, 1200-03, 26 USPQ2d 1600, 
1603-06 (Fed. Cir. 1993); Brenner v. Manson, 383 U.S. at 528- 
36, 148 USPQ at 693-696. 


1 See, e.g., In re Musgrave, 431 F.2d 882, 893, 167 USPQ 280, 
289-90 (CCPA 1970), cited with approval in In re Schrader, 22 
F3d 290, 297 (Fed. Cir. 1994) (Newman, J., dissenting). The 
definition of “technology” is the “application of science and 
engineering to the development of machines and procedures 
in order to enhance or improve human conditions, or at least 
to improve human efficiency in some respect.” Computer Dic- 
tionary 384 (2d ed. Microsoft Press 1994). 


 F.g., In re Waldbaum, 457 F.2d 997, 1003, 173 USPQ 430, 
434 (CCPA 1972) (“The phrase “technological arts,” as we 
have used it, is synonymous with the phrase “useful arts” as 
it appears in Article I, Section 8 of the Constitution.”). 


3 See, e.g., In re Warmerdam, 33 F.3d at 1361, 31 USPQ2d 
at 1760 (holding non-statutory a claim to a data structure per 
Se). 


* Computer Dictionary 210 (2d ed. Microsoft Press 1994): 


The meaning of data, as it is intended to be interpreted by 
people. Data consists of facts, which become information when 
they are seen in context and convey meaning to people. Com- 
puters process data without any understanding of what that 


data represents. 


5 See, e.g., In re Lowry, 32 F.3d 1579, 1583, 32 USPQ2d 1031, 
1034-35 (Fed. Cir. 1994); In re Warmerdam, 33 F.3d at 1361- 
62, 31 USPQ2d at 17 60. 


26 In re Warmerdam, 33 F.3d at 1359, 31 USPQ2d at 1759 (claim 
to computer having specific memory defined using product-by- 
process format). 


7] In re Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 1035. 


%8 Diamond v. Diehr, 450 U.S. at 183, 209 USPQ at 6 (“A 
statutory process is . . . a mode of treatment of certain materials 
to produce a given result. It is an act, or a series of acts, 
performed upon the subject-matter to be transformed and 
reduced to a different state or thing . . . The process requires 
that certain things should be done with certain substances, and 
in a certain order; but the tools to be used in doing this may 
be of secondary consequence.”). 


9 In re Schrader, 22 F.3d 290, 295, 30 USPQ2d 1455, 1459 
(Fed. Cir. 1994). 


%° Diamond v. Diehr, 450 U.S. at 187, 209 USPQ at 8. 

3! Arrythmia, 958 F.2d at 1058-59, 22 USPQ2d at 1037-38. 
2 See, e.g., In re Meyer, 688 F.2d 789, 794-95, 215 USPQ 
193, 197 (CCPA 1982) (“Scientific principles, such as the 


relationship between mass and energy, and laws of nature, such 
as the acceleration of gravity, namely, a=32 ft/sec.’, can be 
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represented in mathematical format. However, some mathemat- 
ical algorithms and formulae do not represent scientific princi- 
ples or laws of nature; they represent ideas or mental processes 
and are simply logical vehicles for communicating possible 
solutions to complex problems. The presence of a mathematical 
algorithm or formula in a claim is merely an indication that a 
scientific principle, law of nature, idea or mental process may 
be the subject matter claimed and, thus, justify a rejection of that 
claim under 35 USC 101; but the presence of a mathematical 
algorithm or formula is only a signpost for further analysis.”’). 
Cf. In re Alappat, 33 F.3d at 1543 n.19, 31 USPQ2d at 1556 
n.19 in which the Federal Circuit recognized the confusion: 


The Supreme Court has not been clear . . . as to whether such 
subject matter is excluded from the scope of § 101 because it 
represents laws of nature, natural phenomena, or abstract ideas. 
See Diehr, 450 U.S. at 186 (viewed mathematicalalgorithm as a 
law of nature); Benson, 409 U.S. at 71-72 (treated mathematical 
algorithm as an “idea”). The Supreme Court also has not been 
clear as to exactly what kind of mathematical subject matter 
may not be patented. The Supreme Court has used, among 
others, the terms “mathematical algorithm,” “mathematical for- 
mula,” and “mathematical equation” to describe types of mathe- 
matical subject matter not entitled to patent protection standing 
alone. The Supreme Court has not set forth, however, any 
consistent or clear explanation of what it intended by such 
terms or how these terms are related, if at all. 


3 In re Walter, 618 F.2d at 769, 205 USPQ at 409 (“Although 
the claim preambles relate the claimed invention to the art of 
seismic prospecting, the claims themselves are not drawn to 
methods of or apparatus for seismic prospecting; they are drawn 
to improved mathematical methods for interpreting the results 
of seismic prospecting.”). 


¥ In re Richman, 563 F.2d 1026, 1030, 195 USPQ 340, 343 
(CCPA 1977) (“In the present case too, notwithstanding that 
the antecedent steps are novel and unobvious, they merely 
determine values for the variables used in the mathematical 
formulae used in making the calculations. Thus, such antecedent 
steps do not suffice to render the claimed methods, considered 
as a whole, statutory subject matter.”). 


In In re Sarkar, 588 F.2d 1330, 1335, 200 USPQ 132, 139 
(CCPA the court explained why this approach must be followed: 


No mathematical equation can be used, as a practical matter, 
without establishing and substituting values for the variables 
expressed therein. Substitution of values dictated by the formula 
has thus been viewed as a form of mathematical step. If the 
steps of gathering and substituting values were alone sufficient, 
every mathematical equation, formula, or algorithm having any 

ical use would be per se subject to parenting as a “process” 
under § 101. Consideration of whether the substitution of spe- 
cific values is enough to convert the disembodied ideas present 
in the formula into an embodiment of those ideas, or into an 
application of the formula, is foreclosed by the current state 
of the law. 


% In re Taner, 681 F.2d 787, 788, 214 USPQ 678, 679 (CCPA 
1982). 


7 In re Abele, 684 F.2d at 908, 214 USPQ at 687 (“The 
specification indicates that such attenuation data is available 
only when an X-ray beam is produced by a CAT scanner, 
passed through an object, and detected upon its exit. Only after 
these steps have been completed is the algorithm performed, and 
the resultant modified data displayed in the required format.”). 


38 In re Gelnovatch, 595 F.2d 32, 41 n.7, 201 USPQ 136, 145 
n.7 (CCPA 1979) (“Appellants’ claimed step of perturbing the 
values of a set of process inputs (step 3), in addition to being 
a mathematical operation, to be a data-gathering step 
of the type we have held insufficient to change a nonstatutory 
method of calculation into a statutory process . . . . In this 
instance, the perturbed process inputs are not even measured 
values of physical phenomena, but are instead derived by 
numerically changing the values in the previous set of process 
inputs.”). 
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» In re Sarkar, 588 F.2d at 1331, 200 USPQ at 135. 


® Parker v. Flook, 437 U.S. 584, 585, 198 USPQ 193, 195 
(1978). 


‘| In re Walter, 618 F.2d at 770, 205 USPQ at 409 (“If § 101 
could be satisfied by the mere recordation of the results of a 
nonstatutory process on some record medium, even the most 
unskilled patent draftsman could provide for such a step.”). 


® In re Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7. 


* In re Abele, 684 F.2d at 909, 214 USPQ at 688 (“This claim 
presents no more than the calculation of a number and display 
of the result, albeit in a particular format. The specification 
provides no greater meaning to “data in a field” than a matrix 
of numbers regardless of by what method generated. Thus, the 
algorithm is neither explicitly nor implicitly applied to any 
certain process. Moreover, that the result is displayed as a shade 
of gray rather than as simply a number provides no greater or 
better information, considering the broad range of applications 
encompassed by the claim.”). 


“ In re de Castelet, 562 F.2d 1236, 1244, 195 USPQ 439, 446 
(CCPA 1967) (“That the computer is instructed to transmit 
electrical signals, representing the results of its calculations, 
does not constitute the type of “post solution activity” found 
in Flook, supra, and does not transform the claim into one for 
a process merely using an algorithm. The final transmitting 
step constitutes nothing more than reading out the result of the 
calculations.”). 


S See In re Sarkar, 588 F.2d at 1332 n.6, 200 USPQ at 136 
n.6 (“post-solution” construction that was being modeled by 
the mathematical process not considered in deciding § 101 
question because applicant indicated that such construction was 
not a material element of the invention). 


“ E.g., In re Warmerdam, 33 F.3d at 1359, 31 USPQ2d at 
1759. See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1458- 
59 (although the court determined that the subject matter was 
simply a mathematical algorithm, Schrader’s process mere 
manipulated an abstract idea). 


*” See, e.g., Northern Telecom, Inc. v. Datapoint Corp., 908 
F.2d 931, 941-43, 15 USPQ 2d 1321, 1328-1330 (Fed. Cir. 
1990) (judgment of invalidity reversed for clear error where 
expert testimony on both sides showed that a programer of 
reasonable skill could write a satisfactory program with ordi- 
nary effort based on the disclosure); DeGeorge v. Bernier, 768 
F.2d 1318, 1334, 226 USPQ 758, 762-63 (Fed. Cir. 1985) 
(invention was adequately disclosed for purposes of enablement 
even though all of the circuitry of a word processor was not 
disclosed, since the undisclosed circuitry was deemed inconse- 
quential because it did not pertain to the claimed circuit); In 
re Phillips, 608 F.2d 879, 882-83, 203 USPQ 971, 975 (CCPA 
1979) (computerized method of generating printed architectural 
specifications dependent on use of glossary of predefined stan- 
dard phrases and error-checking feature enabled by overall 
disclosure generally defining errors); In re Donohue, 550 F.2d 
1269, 1271, 193 USPQ 136, 137 (CCPA 1977) (“Employment 
of block diagrams and descriptions of their functions is not 
fatal under 35 U.S.C. § 112, first paragraph, providing the 
represented structure is conventional and can be determined 
without undue experimentation.”); Jn re Knowlton, 481 F.2d 
1357, 1366-68, USPQ 486, 493-94 (CCPA 1973) (examiner’s 
contention that a software invention needed a detailed descrip- 
tion of all the circuitry in the complete hardware system 
reversed). 


“8 See Miles Labs v. Shandon, Inc., 997 F.2d 870, 875, 27 
USPQ2d 1123, 1126 (Fed. Cir. 1993) (“test for definiteness is 
whether one skilled in the art would understand the bounds of 
the claim when read in light of the specification”). 


® In re Prater, 415 F.2d 1393, 1404, 162 USPQ 541, 550 
(CCPA 1969) (holding that claim did not comply with 35 
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U.S.C. § 112 | 2 because it was admittedly beyond that which 
“applicant regard[ed] as his invention”). 


» See In re Naquin, 398 F.2d 86, 866, 158 USPQ 317, 319 
(CCPA 1968) (“When an invention, in its different aspects, 
involves distinct arts, that specification is adequate which 
enables the adepts of each art, those who have the best ao 
of being enabled, to carry out the aspect proper to their 
cialty.“). See also Ex parte Zechnall, 194 USPQ 461, 461 (ba. 
App. 1973) ("appellants’ disclosure must be held sufficient if 
it would enable a person skilled in the electronic computer art, 
in cooperation with a person skilled in the fuel injection art, 
to make and use appellants’ invention”). 


5| Two in banc decisions of the Federal Circuit have made 
clear that the Office is to interpret means plus function language 
according to 35 U.S.C. § 112 ] 6. In the first, In re Donaldson, 
F.3d 1189, 1193, 29 USPQ2d 1845, 1848 (Fed. Cir. 1994), the 
court held: 


The plain and unambiguous meaning of paragraph six is that 
one construing means-plus-function language in a claim must 
look to the specification and interpret that language in light of 
the corresponding structure, material, or acts described therein, 
and equivalents thereof, to the extent that the specification 
provides such disclosure. six does not state or even 
suggest that the PTO is exempt from this mandate, and there 
is no legislative history indicating that Congress intended that 
the PTO should be. Thus, this court must accept the plain and 
precise language of paragraph six. 


Consistent with Donaldson, in the second decision, In re 
Alappat, 33 F.3d at 1540, 31 USPQ2d at 1554, the Federal 
Circuit held: 


Given Alappat’s disclosure, it was error for the Board majority 
to interpret each of the means clauses in claim 15 so broadly 
as to “read on any and every means for performing the function” 
recited, as it said it was doing, and then to conclude that claim 
15 is nothing more than a process claim wherein each means 
clause represents a step in that process. Contrary to suggestions 
by the Commissioner, this court’s precedents do not support 
the Board’s view that the particular apparatus claims at issue 
in this case may be viewed as nothing more than process claims. 


2 1162 O.G. 59 (May 17, 1994). 


3 For example, in In re Prater, 415 F.2d at 1403-04, 162 USPQ 
at 549-50, the court considered a claim that was found to 
encompass both the mental and physical performance of a series 
of calculations (i.e., the claim was not limited to performance 
of a calculation on a machine). The applicant had argued that 
the invention was to be practiced using a machine. Id. The 
court found that while the claims defined a statutory process, 
they were deficient under the second paragraph of § 112. Id. 
The court emphasized that: 


[W]hen read in the light of the specification, claim 9 does read 
on a mental process augmented by pencil and paper markings. 
We find no express limitation in claim 9 which, even when 
interpreted in the light of the specification, would support the 
conclusion that the claim is limited to a “machine process” or 
“machine-implemented process.” This is particularly important 
in this case since the board noted that, in their brief before the 
board, appellants acknowledged that Kamer not practical 
for most of the needed ions, their method, theoretically, 
can be practiced by hand.” . . . Inasmuch as claim 9, thus 
interpreted, reads on subject matter for which appellants do 
not seek coverage, and therefore tacitly admit to be beyond 
that which “applicant regards as his invention,” we feel that 
the claim fails to comply with 35 USC 112 which requires that 
“{the] specification shall shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention.” (Emphasis 
added.) This is true notwithstanding appellants’ disclosure of 
a machine-implemented process. [Id.] 


The basis of this type of rejection is that the claim, as cast, is 
incomplete. 
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* If the invention, both as disclosed and as claimed, is not 
statutory subject matter, reject the claims under § 101 for being 
drawn to non-statutory subject matter, and under § 112, second 
paragraph, for failing to particularly point out and distinctly 
claim an invention entitled to protection under U.S. patent law. 


% See 37 CFR § 1.52(a) (“The application, any amendments 
or corrections thereto, and the oath or declaration must be in 
the English language = as —_ for in § 1.69 and 
paragraph (d) of this section . ge 


5% See Computer Dictionary 353 (Microsoft Press 1994). 


APPENDIX 


a Guidelines for Examination of Computer-Implemented 
ven 


(Proposed) 
60 Fed. Reg. 28,778 (June 2, 1995) 
A. General Considerations 


The following guidelines have been developed to assist 
Office personnel in their review of applications drawn to com- 
puter-implemented inventions. These guidelines respond to 
recent changes in the law that governs the patentability of 
computer-implemented inventions, and set forth the official 
policy of the Office regarding inventions in this field of tech- 
nology. 
It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. The Office can 
best achieve this goal by raising any issue that may affect 
patentability in the initial action on the merits. Under the princi- 
ples of compact prosecution, each claim should be reviewed 
for compliance with every statutory requirement of patentability 
in the initial review of the application, even if one or more 
claims is found to be deficient with respect to one statutory 
requirement. Deficiencies should be explained clearly, particu- 
larly when they serve as a basis of a rejection. Where possible, 
examiners should indicate how rejections may be overcome 
and problems resolved. A failure to follow this approach can 
lead to unnecessary delays in the prosecution of the application. 


B. Procedures to be Followed When Evaluating Computer- 
Implemented Investions 


The following procedures should be used when reviewing 
applications drawn to computer-implemented inventions. 


1. Determine what the applicant has invented by reviewing the 
written description and the claims. 


(a) Identify any specific embodiments of the invention that 
have been disclosed, review the detailed description of the 
invention and note the specific utility that has been asserted 


for the invention. 

(b) Analyze each claim carefully, correlating each claim 
element to the relevant portion of the written description that 
describes that element. Give claim elements their broadest rea- 
sonable in ion that is consistent with the written descrip- 
tion. If elements of a claimed invention are defined in means 
plus function format, review the written description to identify 
the specific structure, materials or acts that correspond to each 
such element. 


(c) Considering each claim as a whole, classify the invention 
defined by each claim as to its statutory category (i.e., process, 
machine, manufacture a of matter). Rely on the 

classification. 


following presumptions in making this 


(i) A computer or other programmable apparatus whose 
ae Faye hema ieaaaelesiemaaaaniel 
“software” is a statutory “machine 
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(ii) A computer readable memory that can be used to direct 
a computer to function in a particular manner when used by 
the computer [1] is a statutory “article of manufacture”. 


(iii) A series of specific operational steps to be performed 
on or with the aid of a computer is a statutory “process”. 


Aclaim that clearly defines a computer-implemented process 
but is not cast as an element of a computer readable memory 
or as implemented on a computer should be classified as a 
Statutory “process.” [2] If an applicant responds to an action 
of the Office based on this classification by asserting that 
subject matter claimed in this format is a machine or an article 
of manufacture, reject the claim under 35 U.S.C. § 112, second 
paragraph, for failing to recite at least one physical element in 
the claims that would otherwise place the invention in either 
of these two “product” categories. The Examiner should also 
object to the specification under 37 CFR 1.71(b) if such an 
assertion is made, as the complete invention contemplated by 
the applicant has not been cast precisely as being an invention 
within one of the statutory categories. 


A claim that defines an invention as any of the following 
subject matter should be classified as non-statutory: 


— acompilation or arrangement of data, independent of any 
physical element; 


— a known machine-readable storage medium that is 
encoded with data representing creative or artistic expression 
(e.g., a work of music, art or literature) [3], [4]; 


— a “data structure” independent of any physical element 
(i.e., not as implemented on a physical component of a computer 
such as a computer readable memory to render that component 
capable of causing a computer to operate in a particular 
manner); or 


— a process that does nothing more than manipulate abstract 
ideas or concepts (e.g., a process consisting solely of the steps 
one would follow in solving a mathematical problem [5]). 


Claims in this form are indistinguishable from abstract ideas, 
laws of nature and natural phenomena and may not be patented. 
Non-statutory claims should be handled in the manner described 
in section (2)(c) below. 


2. Analyze each claim to determine if it complies with § 112, 
second paragraph, and with § 112, first paragraph. 


(a) Determine if the claims particularly point out and dis- 
tinctly claim the invention. To do this, compare the invention 
as claimed to the invention as it has been described in the 
specification. Pay particular attention to the specific utility 
contemplated for the invention—features or elements of the 
invention that are necessary to provide the specific utility con- 
templated for that invention must be reflected in the claims. If 
the claims fail to accurately define the invention, they should 
be rejected under § 112, second paragraph. A failure to limit 
the claim to reflect features of the invention that are necessary 
to impart the specific utility contemplated may also create a 
deficiency under § 112, first paragraph. 


If elements ef a claimed invention are defined using “means 
plus function” language, but it is unclear what structure, mate- 
rials or acts are intended to correspond to those elements, reject 
the claim under § 112, second . A rejection imposed 
on this basis shifts the burden to the applicant to describe the 
specific structure, material or acts that correspond to the means 
element in question, and to identify the precise location in the 
specification where a description of that means element can 
be found. Interpretation of means elements for § 112, second 
paragraph must be consistent with interpretation of 
such elements for §§ 102 and 103 purposes. 

Computer related elements of a computer-imple- 
mented [6] invention may serve as the specific structure, mate- 
rial or acts that correspond to an element of an invention defined 
using a means plus function limitation. For example, a series 
of operations performed by a computer under the direction of 
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a computer program may serve as “specific acts” that corre- 
spond to a means element. Similarly, a computer-readable 
memory encoded with data representing a computer program 
that can cause a computer to function in a particular fashion, 
or a component of a computer that has been reconfigured with 
a computer program to operate in a particular fashion, can serve 
as the “specific structure” corresponding to a means element. 

Claims must be defined using the English language. See, 37 
CFR 1.52(a). A computer programming language is not the 
English language, despite the fact that English words may be 
used in that language. Thus, an applicant may not use computer 
program code, in either source or object format, to define the 
metes and bounds of a claim. A claim which attempts to define 
elements of an invention using computer program code, rather 
than the functional steps which are to be performed, should be 
rejected under § 112, second paragraph, and should be objected 
to under 37 CFR 1.52(a). 


(b) Construe the scope of the claimed invention to determine 
if it is adequately supported by an enabling disclosure. Construe 
any element defined in means plus function language to encom- 
pass all reasonable equivalents of the specific structure, material 
or acts disclosed in the specification corresponding to that 
means element. Special care should be taken to ensure that each 
claim complies with the written description and enablement 
requirements of 35 U.S.C. § 112. 


(c) A claim as a whole that defines non-statutory subject 
matter is deficient under § 101, and under § 112, second para- 
graph. Determining the scope of a claim as a whole requires 
a clear understanding of what the applicant regards as the 
invention. The review performed in step 1 should be used to 
gain this understanding. 


(i) If the invention as disclosed in the written description 
is statutory, but the claims define subject matter that is not, 
the deficiency can be corrected by an appropriate claim amend- 
ment. Therefore, reject the claims under §§ 101 and 112, second 
paragraph, but identify the features of the invention that, if 
recited in the claim, would render the claimed subject matter 
statutory. 


(ii) If the invention, both as disclosed and as claimed, is 
not statutory subject matter, reject the claims under § 101 for 
being drawn to non-statutory subject matter, and under § 112, 
second paragraph, for failing to particularly point out and dis- 
tinctly claim an invention entitled to protection under U.S. 
patent law. 


An invention is not statutory if it falls within any of the non- 
statutory claim categories outlined in section (1)(c) above. Also, 
in rare situations, a claim classified as a statutory machine or 
article of manufacture may define non-statutory subject matter. 
Non-statutory subject matter (i.e., abstract ideas, laws of nature 
and natural phenomena) does not become statutory merely 
through a different form of claim presentation. Such a claim 
will (a) define the “invention” not through characteristics of 
the machine or article of manufacture claimed but exclusively 
in terms of a non-statutory process that is to be performed 
on or using that machine or article of manufacture, and (b) 
encompass any product in the stated class (e.g., computer, 
computer readable memory) configured in any manner to per- 
form that process. 


3. Determine if the claimed invention is novel and nonobvious 
under §§ 102 and 103. When evaluating claims defined using 
“mean plus function” language, refer to the specific guidance 
provided in the In re Donaldson guidelines [1162 OG 59] and 
section (3)(a) above. 


C. Notes on the Guidelines 


[1] Articles of manufacture encompassed by this definition 
consist of two elements: (1) a computer readable storage 
medium, such as a memory device, a compact disc or a floppy 
disk, and (2) data encoded on that storage medium in such a 
way that the storage medium causes a computer to operate in 
a specific and predefined manner. The composite of the two 
elements is a storage medium with a particular physical struc- 
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ture and function (e.g., one that will impart the functionality 
represented by the data onto a computer). 


[2] For example, a claim that is cast as “a computer program” 
but which then recites specific steps to be implemented on or 
using a computer should be classified as a “process.” A claim 
to simply a “computer program” that does not define the inven- 
tion in terms of specific steps to be performed on or using a 
computer should not be classified as a statutory process. 


[3] The specific words or symbols that constitute a computer 


program represent the expression of the computer program and 
as such are a literary creation. 


[4] A claim in this format should also be rejected under § 103, 
as being obvious over the known machine-readable storage 
medium standing alone. 


[5] A claim to a method consisting solely of the steps necessary 
to converting one set of numbers to another set of numbers 
without reciting any computer-implemented steps would be a 
non-statutory claim under this definition. 


[6] This includes the software and any associated computer 
hardware that is necessary to perform the functions directed 
by the software. 


[1180 OG 14] 
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Examination Guidelines for Computer-Related Inventions 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: The Patent and Trademark Office (“Office”) is pub- 
lishing the final version of the guidelines to be used in examina- 
tion of computer-related inventions. 

Effective Date: March 29, 1996. 

For Further Information Contact: Karen A. Buchanan by tele- 
phone at (703) 305-8607, by facsimile at (703) 305-9373, by 
electronic mail at buchanan @uspto.gov, or by mail marked to 
her attention addressed to Office of the Solicitor, P.O. Box 
15667, Arlington, Va. 22215. 

Supplementary Information: 


A. Discussion of Public Comments 


The Office received forty-six comments in response to the 
“Request for Public Comment on the 


Proposed Examination 

Guidelines for Computer-Implemented Inventions” published 
on June 2, 1995 (60 FR 28778) and the supporting legal analysis 
issued on October 3, 1995. The Office has carefully considered 
all of the comments, and a number of changes have been made 
in response 
These changes include: (1) merging the guidelines and the 
legal analysis in support of the guidelines into a single docu- 
ment, (2) changing the subject title of the document from 

mented” inventions to “computer-related” 
inventions, (3) clarifying the legal requirements for statutory 
subject matter, (4) segmenting the guidelines into separate statu- 
tory requirements for patentability, and (5) ensuring that the 
guidelines treated computer-related inventions in the same 
manner as inventions in other technologies to avoid creation 
of an artificial distinction between hardware-implemented and 
software-implemented inventions 

Several suggestions have not been adopted. These include: 

(1) determining that claims for data structures per se and com- 
puter programs per per se are statutory subject matter, (2) deter- 
mining that claims for non-functional descriptive material 
embodied on computer-readable media are statutory subject 
matter, and (3) treating claims that infer functional descriptive 
material is embodied on -readable medium ae claims 
limited to computer-readable medium embodying the func- 
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tional descriptive material. The first two suggestions are 
addressed in detail in Section IV.B.1(a)-(c) and the last sugges- 
tion is addressed in detail in Section IV.B.2(d). 

Several commentors encouraged the Office to improve its 
ability to conduct effective prior art searches. Such encourage- 
ment is consistent with the current Office plan to use automated 
search tools to effectively conduct such prior art searches 


B. Examination Guidelines for Computer-Related Inven- 
tions 


I. Introduction 


These “Examination Guidelines for ney tee 
Inventions” (“Guidelines”) are to assist Office personnel in 
the examination of applications drawn to computer-related 
inventions.’ The Guidelines are based on the Office’s current 
understanding of the law and are believed to be fully consistent 
with binding precedent of the Supreme Court, the Federal Cir- 
cuit and the Federal Circuit’s predecessor courts. 

These Guidelines do not constitute substantive rulemaking 
and hence do not have the force and effect of law. These 
Guidelines have been designed to assist Office personnel in 
analyzing claimed subject matter for compliance with substan- 
tive law. Rejections will be based upon the substantive law 
and it is these rejections which are appealable. Consequently, 
any failure by Office personnel to follow the Guidelines is 
neither appealable nor petitionable. 

The Guidelines alter the procedures Office personnel will 
follow when examining applications drawn to computer-related 
inventions and are equally applicable to claimed inventions 
implemented in either hardware or software. The Guidelines 
also clarify the Office’s position on certain patentability stan- 
dards related to this field of technology. Office personnel are 
to rely on these Guidelines in the event of any inconsistent 
treatment of issues between these Guidelines and any earlier 
provided guidance from the Office. 

The Freeman-Walter-Abele’ test may additionally be relied 
upon in analyzing claims directed solely to a process for solving 
a mathematical algorithm. 

Office personnel have had difficulty in properly treating 
claims directed to methods of doing business. Claims should 
not be categorized as methods of doing business. Instead, such 
claims should be treated like any other process claims, pursuant 
to these Guidelines when relevant. 

The includes a flow chart of the process Office 
personnel will follow in conducting examinations for computer- 
related inventions. 


II. Determine What Applicant Has Invented and Is Seeking 
to Patent 


It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. Under the princi- 
ples of compact prosecution, each claim should be reviewed for 
compliance with every statutory requirement for patentability in 
the initial review of the application, even if one or more claims 
are found to be deficient with respect to some statutory require- 
ment. Thus, Office personnel should state all reasons and bases 
for rejecting claims in the first Office action. Deficiencies 
should be explained clearly, particularly when they serve as a 
basis for a rejection. Whenever practicable, Office personnel 
should indicate how rejections may be overcome and how 
problems may be resolved. A failure to follow this approach can 
lead to unnecessary delays in the prosecution of the application. 

Prior to focusing on specific statutory requirements, Office 
personnel must begin examination es nee 
cisely, the applicant has invented and is seeking to patent,’ and 
how the claims relate to and define that invention. Conse- 
quently, Office 1 will no longer begin examination 
by determining if a claim recites a “mathematical algorithm.” 
Rather, they will review the complete specification, including 
the detailed description of the invention, any specific embodi- 
ments that have been disclosed, the claims and any specific 
utilities that have been asserted for the invention. 


A. Identify and Understand Any Practical Application 
Asserted for the Invention 





1194 TMOG 214 
(91) 


The subject matter sought to be patented must be a “useful” 
process, machine, manufacture or composition of matter, i.e., 
it must have a practical application. The purpose of this require- 
ment is to limit patent protection to inventions that possess a 
certain level of “real world” value, as opposed to subject matter 
that represents nothing more than an idea or concept, or is 
simply a starting point for future investigation or research.® 
Accordingly, a complete disclosure should contain some indica- 
tion of the practical application for the claimed invention, i.e., 
why the applicant believes the claimed invention is useful. 

The utility of an invention must be within the “technological” 
arts.’ A computer-related invention is within the technological 
arts. A practical application of a computer-related invention is 
statutory subject matter. This requirement can be discerned 
from the variously phrased prohibitions against the patenting 
of abstract ideas, laws of nature or natural phenomena. An 
invention that has a practical application in the technological 
arts satisfies the utility requirement. 

The applicant is in the best position to explain why an inven- 
tion is believed useful. Office personnel should therefore focus 
their efforts on pointing out statements made in the specification 
that identify all practical applications for the invention. Office 
personnel should rely on such statements throughout the exami- 
nation when assessing the invention for compliance with all 
statutory criteria. An applicant may assert more than one prac- 
tical application, but only one is necessary to satisfy the utility 
requirement. Office personnel should review the entire disclo- 
sure to determine the features necessary to accomplish at least 
one asserted practical application. 


B. Review the Detailed Disclosure and Specific Embodi- 
ments of the Invention to Determine What the Applicant 
Has Invented 


The written description will provide the clearest explanation 
of the applicant’s invention, by exemplifying the invention, 
explaining how it relates to the prior art and explaining the 
relative significance of various features of the invention. 
Accordingly, Office personnel should begin their evaluation of 
a computer-related invention as follows: 


— determine what the programmed computer does when it 
performs the processes dictated by the software (i.e., the func- 
tionality of the programmed computer);? 


— determine how the computer is to be configured to provide 
that functionality (i.e., what elements constitute the pro- 
grammed computer and how those elements are configured and 
interrelated to provide the specified functionality); and 


— if applicable, determine the relationship of the programmed 
computer to other subject matter outside the computer that 
constitutes the invention (e.g., machines, devices, materials, or 
process steps other than those that are part of or performed by 
the programmed computer).'° 


Patent applicants can assist the Office by preparing applica- 
tions that clearly set forth these aspects of a computer-related 
invention. 


C. Review the Claims 


The claims define the property rights provided by a patent, 
and thus require careful scrutiny. The goal of claim analysis 
is to identify the boundaries of the protection sought by the 
applicant and to understand how the claims relate to and define 
what the applicant has indicated is the invention. Office per- 
sonnel must thoroughly analyze the language of a claim before 
determining if the claim complies with each statutory require- 
ment for patentability. 

Office personnel should begin claim analysis by identifying 
and evaluating each claim limitation. For processes, the claim 
limitations will define steps or acts to be performed. For prod- 
ucts!', the claim limitations will define discrete physical struc- 
tures. The discrete physical structures may be comprised of 
hardware or a combination of hardware and software. 

Office personnel are to correlate each claim limitation to all 
portions of the disclosure that describe the claim limitation. 
This is to be done in all cases, i.e., whether or not the claimed 
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invention is defined using means or step plus function language. 
The correlation step will ens. that Office personnel correctly 
interpret each claim limitation. 

The subject matter of a properly construed claim is defined 
by the terms that limit its scope. It is this subject matter that must 
be examined. As a general matter, the grammar and intended 
meaning of terms used in a claim will dictate whether the 
language limits the claim scope. Language that suggests or 
makes optional but does not require steps to be performed or 
does not limit a claim to a particular structure does not limit 
the scope of a claim or claim limitation.” 

Office personnel must rely on the applicant’s disclosure to 
properly determine the meaning of terms used in the claims.” 
An applicant is entitled to be his or her own lexicographer, 
and in many instances will provide an explicit definition for 
certain terms used in the claims. Where an explicit definition 
is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. 
Office personnel should determine if the original disclosure 
provides a definition consistent with any assertions made by 
applicant." If an applicant does not define a term in the specifi- 
cation, that term will be given its “common meaning.”* 

If the applicant asserts that a term has a meaning that conflicts 
with the term’s art-accepted meaning, Office personnel should 
encourage the applicant to amend the claim to better reflect what 
applicant intends to claim as the invention. If the application 
becomes a patent, it becomes prior art against subsequent appli- 
cations. Therefore, it is important for later search purposes to 
have the patentee employ commonly accepted terminology, 
particularly for searching text-searchable databases. 

Office personnel must always remember to use the perspec- 
tive of one of ordinary skill in the art. Claims and disclosures 
are not to be evaluated in a vacuum. If elements of an invention 
are well known in the art, the applicant does not have to provide 
a disclosure that describes those elements. In such a case the 
elements will be construed as encompassing any and every art- 
recognized hardware or combination of hardware and software 
technique for implementing the defined requisite functional- 
ities. 

Office personnel are to give claims their broadest reasonable 
interpretation in light of the supporting disclosure.'* Where 
means plus function language is used to define the characteris- 
tics of a machine or manufacture invention, claim limitations 
must be interpreted to read on only the structures or materials 
disclosed in the specification and “equivalents thereof.”!” Dis- 
closure may be express, implicit or inherent. Thus, at the outset, 
Office personnel must attempt to correlate claimed means to 
elements set forth in the written description. The written 
description includes the specification and the drawings. Office 
personnel are to give the claimed means plus function limita- 
tions their broadest reasonable interpretation consistent with 
all corresponding structures or materials described in the speci- 
fication and their equivalents. Further guidance in interpreting 
the scope of equivalents is provided in the “Examination Guide- 
lines For Claims Reciting A Means or Step Plus Function 
Limitation In Accordance With 35 U.S.C. 112, 6th Paragraph” 
(“Means Plus Function Guidelines”)."* 

While it is appropriate to use the specification to determine 
what applicant intends a term to mean, a positive limitation 
from the specification cannot be read into a claim that does 
not impose that limitation. A broad interpretation of a claim 
by Office personnel will reduce the possibility that the claim, 
when issued, will be interpreted more broadly than is justified 
or intended. An applicant can always amend a claim during 
prosecution to better reflect the intended scope of the claim. 

Finally, when evaluating the scope of a claim, every limita- 
tion in the claim must be considered."® Office personnel may 
not dissect a claimed invention into discrete elements and then 
evaluate the elements in isolation. Instead, the claim as a whole 
must be considered. 


Ill. Conduct a Thorough Search of the Prior Art 


Prior to classifying the claimed invention under § 101, Office 
personnel are expected to conduct a thorough search of the 
prior art. Generally, a thorough search involves reviewing both 
U.S. and foreign patents and non-patent literature. In many 
cases, the result of such a search will contribute to Office 
personnel’s understanding of the invention. Both claimed and 
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unclaimed aspects of the invention described in the specification 
should be searched if there is a reasonable expectation that the 
unclaimed aspects may be later claimed. A search must take 
into account any structure or material described in the specifica- 
tion and its equivalents which correspond to the claimed means 
plus function limitation, in accordance with 35 U.S.C. § 112, 
sixth paragraph and the Means Plus Function Guidelines.” 


IV. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. § 101 


A. Consider the Breadth of 35 U.S.C. § 101 Under Control- 
ling Law 


As the Supreme Court has held, Congress chose the expan- 
sive language of § 101 so as to include “anything under the 
sun that is made by man.”*! Accordingly, § 101 of title 35, 
United States Code, provides: 


Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title.” 


As cast, § 101 defines four categories of inventions that Con- 
gress deemed to be the appropriate subject matter of a patent; 
namely, processes, machines, manufactures and compositions 
of matter. The latter three categories define “things” while the 
first category defines “actions” (i.e., inventions that consist of 
a series of steps or acts to be performed).” 

Federal courts have held that § 101 does have certain limits. 
First, the phrase “anything under the sun that is made by man” 
is limited by the text of § 101, meaning that one may only 
patent something that is a machine, manufacture, composition 
of matter or a process.” Second, § 101 requires that the subject 
matter sought to be patented be a “useful” invention. Accord- 
ingly, a complete definition of the scope of § 101, reflecting 
Congressional intent, is that any new and useful process, 
machine, manufacture or composition of matter under the sun 
that is made by man is the proper subject matter of a patent. 
Subject matter not within one of the four statutory invention 
categories or which is not “useful” in a patent sense is, accord- 
ingly, not eligible to be patented. 

The subject matter courts have found to be outside the four 
statutory categories of invention is limited to abstract ideas, 
laws of nature and natural phenomena. While this is easily 
stated, determining whether an applicant is seeking to patent 
an abstract idea, a law of nature or a natural phenomenon has 
proven to be challenging. These three exclusions recognize that 
subject matter that is not a practical application or use of an 
idea, a law of nature or a natural phenomenon is not patentable.” 

Courts have expressed a concern over “preemption” of ideas, 
laws of nature or natural phenomena.” The concern over pre- 
emption serves to bolster and justify the prohibition against 
the patenting of such subject matter. In fact, such concerns are 
only relevant to claiming a scientific truth or principle. Thus, 
a claim to an “abstract idea” is non-statutory because it does 
not represent a practical application of the idea, not because 
it would preempt the idea. 


B. Classify the Claimed Invention as to Its Proper Statutory 
Category 


To properly determine whether a claimed invention complies 
with the statutory invention requirements of § 101, Office 
personnel should classify each claim into one or more statutory 
or non-statutory categories. If the claim falls into a non-statutory 
category, that should not preclude complete examination of the 
application for satisfaction of all other conditions of patent- 
ability. This classification is only an initial finding at this point 
in the examination process that will be again assessed after 
the examination for compliance with §§ 102, 103 and 112 is 
completed and before issuance of any Office action on the 
merits. 

If the invention as set forth in the written description is 
statutory, but the claims define subject matter that is not, the 
deficiency can be corrected by an appropriate amendment of 
the claims. In such a case, Office personnel should reject the 
claims drawn to non-statutory subject matter under § 101, but 
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identify the features of the invention that would render the 
claimed subject matter statutory if recited in the claim. 


1. Non-Statutory Subject Matter 


Claims to computer-related inventions that are clearly non- 
statutory fall into the same general categories as non-statutory 
claims in other arts, namely natural phenomena such as magne- 
tism, and abstract ideas or laws of nature which constitute 
“descriptive material.” Descriptive material can be character- 
ized as either “functional descriptive material” or “non-func- 
tional descriptive material.” In this context, “functional 
descriptive material” consists of data structures”’ and computer 
programs which impart functionality when encoded on a com- 
puter-readable medium. “Non-functional descriptive material” 
includes but is not limited to music, literary works and a compi- 
lation or mere arrangement of data. 

Both types of “descriptive material” are non-statutory when 
claimed as descriptive material per se. When functional descrip- 
tive material is recorded on some computer-readable medium 
it becomes structurally and functionally interrelated to the 
medium and will be statutory in most cases.* When non-func- 
tional descriptive material is recorded on some computer-read- 
able medium, it is not structurally and functionally interrelated 
to the medium but is merely carried by the medium. Merely 
claiming non-functional descriptive material stored in a com- 
puter-readable medium does not make it statutory. Such a result 
would exalt form over substance.” Thus, non-statutory music 
does not become statutory by merely recording it on a compact 
disk. Protection for this type of work is provided under the 
copyright law. 

Claims to processes that do nothing more than solve mathe- 
matical problems or manipulate abstract ideas or concepts are 
more complex to analyze and are addressed below. See sections 
IV.B.2(d) and IV.B.2(e). 


(a) Functional Descriptive Material: “Data Structures” 
Representing ive Material Per Se or Computer Pro- 
grams Representing Computer Listings Per Se 


Data structures not claimed as embodied in computer-read- 
able media are descriptive material per se and are not statutory 
because they are neither physical “things” nor statutory pro- 
cesses. Such claimed data structures do not define any struc- 
tural and functional interrelationships between the data structure 
and other claimed aspects of the invention which permit the data 
structure’s functionality to be realized. In contrast, a claimed 
computer-readable medium encoded with a data structure 
defines structural and functional interrelationships between the 
data structure and the medium which permit the data structure’s 
functionality to be realized, and is thus statutory. 

Similarly, computer programs claimed as computer listings 
per se, i.e., the descriptions or expressions of the programs, 
are not physical “things,” nor are they statutory processes, as 
they are not “acts” being performed. Such claimed computer 
programs do not define any structural and functional interrela- 
tionships between the computer program and other claimed 
aspects of the invention which permit the computer program’s 
functionality to be realized. In contrast, a claimed computer- 
readable medium encoded with a computer program defines 
structural and functional interrelationships between the com- 
puter program and the medium which permit the computer 
program’s functionality to be realized, and is thus statutory. 
Accordingly, it is important to distinguish claims that define 
descriptive material per se from claims that define statutory 
inventions. 

Computer programs are often recited as part of a claim. Office 
personnel should determine whether the computer program is 
being claimed as part of an otherwise statutory manufacture 
or machine. In such a case, the claim remains statutory irrespec- 
tive of the fact that a computer program is included in the 
claim. The same result occurs when a computer program is 
used in a computerized process where the computer executes 
the instructions set forth in the computer program. Only when 
the claimed invention taken as a whole is directed to a mere 
program listing, i.e., to only its description or expression, is it 
descriptive material per se and hence non-statutory. 

Since a computer program is merely a set of instructions 
capable of being executed by a computer, the computer program 
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itself is not a process and Office personnel should treat a 
claim for a computer program, without the computer-readable 
medium needed to realize the computer program’s function- 
ality, as non-statutory functional descriptive material. When a 
computer program is claimed in a process where the computer 
is executing the computer program’s instructions, Office per- 
sonnel should treat the claim as a process claim. See Sections 
IV.B.2(b)-(e).When a computer program is recited in conjunc- 
tion with a physical structure, such as a computer memory, 
Office 1 should treat the claim as a product claim. See 
Section IV.B.2(a). 


(b) Non-Fuactional Descriptive Material 


Descriptive material that cannot exhibit any functional inter- 
relationship with the way in which computing processes are 
performed does not constitute a statutory process, machine, 
manufacture or composition of matter and should be rejected 
under § 101. Thus, Office personnel should consider the claimed 
invention as a whole to determine whether the necessary func- 
tional interrelationship is provided. 

Where certain types of descriptive material, such as music, 
literature, art, photographs and mere arrangements or compila- 
tions of facts or data,” are merely stored so as to be read 
or outputted by a computer without creating any functional 
interrelationship, either as part of the stored data or as part of 
the computing processes performed by the computer, then such 
descriptive material alone does not impart functionality either 
to the data as so structured, or to the computer. Such “descriptive 
material” is not a process, machine, manufacture or composition 
of matter. 

The policy that precludes the patenting of non-functional 
descriptive material would be easily frustrated if the same 
descriptive material could be patented when claimed as an 
article of manufacture.” For example, music is commonly sold 
to consumers in the format of a compact disc. In such cases, 
the known compact disc acts as nothing more than a carrier for 
non-functional descriptive material. The purely non-functional 
descriptive material cannot alone provide the practical applica- 
tion for the manufacture. 

Office personnel should be prudent in applying the foregoing 
guidance. Non-functional descriptive material may be claimed 
in combination with other functional descriptive material on a 
computer-readable medium to provide the necessary functional 
and structural interrelationship to satisfy the requirements of 
§ 101. The presence of the claimed non-functional descriptive 
material is not necessarily determinative of non-statutory sub- 
ject matter. For example, a computer that recognizes a particular 
grouping of musical notes read from memory and upon recog- 
nizing that particular sequence, causes another defined series 
of notes to be played, defines a functional interrelationship 
among that data and the computing processes performed when 
utilizing that data, and as such is statutory because it implements 


a statutory process. 
(c) Natural Phenomena Such as Electricity and Magnetism 


Claims that recite nothing but the physical characteristics of 
a form of energy, such as a frequency, voltage, or the strength 
of a magnetic field, define energy or magnetism, per se, and 
as such are non-statutory natural phenomena.” However, a 
claim directed to a practical application of a natural phenom- 
enon such as energy or magnetism is statutory.™ 


2. Statutory Subject Matter 
(a) Statutory Product Claims* 


If acclaim defines a useful machine or manufacture by identi- 
fying the physical structure of the machine or manufacture in 
terms of its hardware or hardware and software combination, 
it defines a statutory product.* 

A machine or manufacture claim may be one of two types: 
(1) a claim that encompasses any and every machine for per- 
forming the underlying process or any and every manufacture 
that can cause a computer to perform the underlying process, 
or (2) a claim that defines a specific machine or manufacture. 
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When a claim is of the first type, Office personnel are to 
evaluate the underlying process the computer will perform in 
order to determine the patentability of the product. 


(@) Claims that Encompass Any Machine or Manufacture 
Embodiment of a Process 


Office personnel must treat each claim as a whole. The mere 
fact that a hardware element is recited in a claim does not 
necessarily limit the claim to a specific machine or manufac- 
ture.°’ If a product claim encompasses any and every computer 
implementation of a process, when read in light of the specifica- 
tion, it should be examined on the basis of the underlying 
process. Such a claim can be recognized as it will: 


— define the physical characteristics of a computer or computer 
component exclusively as functions or steps to be performed 
on or by a computer, and 

— encompass any and every product in the stated class (e.g., 
computer, computer-readable memory) configured in any 
manner to perform that process. 


Office personnel are reminded that finding a product claim 
to encompass any and every product embodiment of a process 
invention simply means that the Office will presume that the 
product claim encompasses any and every hardware or hard- 
ware platform and associated software implementation that 
performs the specified set of claimed functions. Because this 
is interpretive and nothing more, it does not provide any infor- 
mation as to the patentability of the applicant’s underlying 
process or the product claim. 

When Office personnel have reviewed the claim as a whole 
and found that it is not limited to a specific machine or manufac- 
ture, they shall identify how each claim limitation has been 
treated and set forth their reasons in support of their conclusion 
that the claim encompasses any and every machine or manufac- 
ture embodiment of a process. This will shift the burden to 
applicant to demonstrate why the claimed invention should be 
limited to a specific machine or manufacture. 

If a claim is found to encompass any and every product 
embodiment of the underlying process, and if the underlying 
process is statutory, the product claim should be classified as 
a statutory product. By the same token, if the underlying process 
invention is found to be non-statutory, Office personnel should 
classify the “product” claim as a “non-statutory product.” If 
the product claim is classified as being a non-statutory product 
on the basis of the underlying process, Office personnel should 
emphasize that they have considered all claim limitations and 
are basing their finding on the analysis of the underlying pro- 
cess. 


(ii) Product Claims—Claims Directed to Specific Machines 
and Manufactures 


If a product claim does not encompass any and every com- 
puter-implementation of a process, then it must be treated as 
a specific machine or manufacture. Claims that define a com- 
puter-related invention as a specific machine or specific article 
of manufacture must define the physical structure of the 
machine or manufacture in terms of its hardware or hardware 
and “specific software.”** The applicant may define the physical 
structure of a programmed computer or its hardware or software 
components in any manner that can be clearly understood by 
a person skilled in the relevant art. Generally a claim drawn 
to a particular programmed computer should identify the ele- 
ments of the computer and indicate how those elements are 
configured in either hardware or a combination of hardware 
and specific software. 

To adequately define a specific computer memory, the claim 
must identify a general or specific memory and the specific 
software which provides the functionality stored in the memory. 

A claim limited to a specific machine or manufacture, which 
has a practical application in the technological arts, is statutory. 
In most cases, a claim to a specific machine or manufacture 
will have a practical application in the technological arts. 


(ii) H Machine Claims Which Illustrate Claims 
of the Types Described in Sections [V.B.2(a)(i) and (ii) 
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Two applicants present a claim to the following process: 


A process for determining and displaying the structure of a 
chemical compound comprising: 


(a) solving the wavefunction parameters for the compound 
to determine the structure of a compound; and 
(b) displaying the structure of the compound determined 


in step (a). 
Each applicant also presents a claim to the following apparatus: 


Applicant A 


The disclosure describes specific soft- 
ware, i.e., specific program code seg- 
ments, that are to be employed to 
configure a general purpose micropro- 
cessor to create specific logic circuits. 
These circuits are indicated to be the 
“means” corresponding to the claimed 
means limitations. 


Disclosure 
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A computer system for determining the three dimensional 
structure of a chemical compound comprising: 


(a) means for determining the three dimensional structure 
of a compound; and 

(b) means for creating and displaying an image repre- 
senting a three-dimensional perspective of the compound. 


In addition, each applicant provides the noted disclosures to 
support the claims: 


Applicant B 


The disclosure states that it would be a 
matter of routine skill to select an appro- 
priate conventional computer system and 
implement the claimed process on that 
computer system. The disclosure does 
not have specific disclosure that corres- 
ponds to the two “means” limitations 
recited in the claim (i.e., no specific soft- 
ware or logic circuit). The disclosure 
does have an explanation of how to 
solve the wavefunction equations of a 
chemical compound, and indicates that 
the solutions of those wavefunction equa- 
tions can be employed to determine the 
physical structure of the corresponding 


compound. 


Explanation 


Claim defines specific computer, patent- 
ability stands independently from process 
claim. 


Disclosure identifies the specific machine 
capable of performing the indicated func- 


Claim encompasses any computer 
embodiment of process claim; patent- 
ability stands or falls with process claim. 


Disclosure does not provide any informa- 
tion to distinguish the “implementation” 


tions. 


(b) Statutory Process Claims 


A claim that requires one or more acts to be performed 
defines a process. However, not all processes are statutory 
under § 101. To be statutory, a claimed computer-related 
process must either: (1) result in a physical transformation 
outside the computer for which a practical application in the 
technological arts is either disclosed in the specification or 
would have been known to a skilled artisan (discussed in (i) 
below), or (2) be limited by the language in the claim to a 
practical application within the technological arts (discussed 
in (ii) below). The claimed practical application must be a 
further limitation upon the claimed subject matter if the pro- 
cess is confined to the internal operations of the computer. 
If a physical transformation occurs outside the computer, it 
is not necessary to claim the practical application. A disclo- 
sure that permits a skilled artisan to practice the claimed 
invention, i.e., to put it to a practical use, is sufficient. On 
the other hand, it is necessary to claim the practical applica- 
tion if there is no physical transformation or if the 

merely manipulates concepts or converts one set of numbers 
into another. 

A claimed process is clearly statutory if it results in a phys- 
ical transformation outside the computer, i.e., falls into one 
or both of the following specific categories (“safe harbors”). 


() Safe Harbors 


— Independent Physical Acts (Post-Computer Process 
Activity) 


of the process on a computer from the 
factors that will govern the patentability 
determination of the process per se. As 
such, the patentability of this apparatus 
claim will stand or fall with that of the 
process claim. 


A process is statutory if it requires physical acts to be per- 
formed outside the computer independent of and following 
the steps to be performed by a computer, 
where those acts involve the manipulation of tangible phys- 
ical objects and result in the object having a different phys- 
ical attribute or structure.*' Thus, if a process claim includes 
one or more post- computer process steps that result in a 
physical transformation outside the computer (beyond 
merely conveying the direct result of the computer opera- 
tion, see Section [V.B.2(d)(iii)), the claim is clearly statu- 


tory. 


Examples of this type of statutory process include the fol- 
lowing: 


— A method of curing rubber in a mold which relies upon 
updating process parameters, using a computer processor to 
determine a time period for curing the rubber, using the com- 
puter processor to determine when the time period has been 
reached in the curing process and then opening the mold at 
that stage. 

— A method of controlling a mechanical robot which relies 
upon storing data in a computer that represents various types 
of mechanical movements of the robot, using a computer 
processor to calculate positioning of the robot in relation to 
given tasks to be performed by the robot, and controlling the 
robot’s movement and position based on the calculated posi- 
tion. 


— of Data ss Physical Objects 
Activities (Pre-Computer Process Activity) 
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Another statutory process is one that requires the measure- 
ments of physical objects or activities to be transformed out- 
side of the computer into computer data,” where the data 
comprises signals corresponding to physical objects or activi- 
ties external to the computer system, and where the process 
causes a physical transformation of the signals which are 
intangible representations of the physical objects or activi- 
ties. 


Examples of this type of claimed statutory process include 
the following: 


— A method of using a computer processor to analyze elec- 
trical signals and data representative of human cardiac 
activity by converting the signals to time segments, applying 
the time segments in reverse order to a high pass filter 
means, using the computer processor to determine the ampli- 
tude of the high pass filter’s output, and using the computer 
processor to compare the value to a predetermined value. In 
this example the data is an intangible representation of phys- 
ical activity, i.e., human cardiac activity. The transformation 
occurs when heart activity is measured and an electrical 
signal is produced. This process has real world value in pre- 
dicting vulnerability to ventricular tachycardia immediately 
after a heart attack. 

— A method of using a computer processor to receive data 
representing Computerized Axial Tomography (“CAT”) scan 
images of a patient, performing a calculation to determine 
the difference between a local value at a data point and an 
average value of the data in a region surrounding the point, 
and displaying the difference as a gray scale for each point 
in the image, and displaying the resulting image. In this 
example the data is an intangible representation of a phys- 
ical object, i.e., portions of the anatomy of a patient. The 
transformation occurs when the condition of the human 
body is measured with X-rays and the X-rays are converted 
into electrical digital signals that represent the condition of 
the human body. The real world value of the invention lies 
in creating a new CAT scan image of body tissue without 
the presence of bones. 

— A method of using a computer processor to conduct 
seismic exploration, by imparting spherical seismic energy 
waves into the earth from a seismic source, generating a plu- 
rality of reflected signals in response to the seismic energy 
waves at a set of receiver positions in an array, and sum- 
ming the reflection signals to produce a signal simulating 
the reflection response of the earth to the seismic energy. In 
this example, the electrical signals processed by the com- 
puter represent reflected seismic energy. The transformation 
occurs by converting the spherical seismic energy waves 
into electrical signals which provide a geophysical represen- 
tation of formations below the earth’s surface. Geophysical 
exploration of formations below the surface of the earth has 
real world value. 

If a claim does not clearly fall into one or both of the safe 
harbors, the claim may still be statutory if it is limited by 
the language in the claim to a practical application in the 
technological arts. 


(ii) Computer-Related Processes Limited to a Practical 
Applicaticn in the Technological Arts 


There is always some form of physical transformation 
within a computer because a computer acts on signals and 
transforms them during its operation and changes the state 
of its components during the execution of a process. Even 
though such a physical transformation occurs within a com- 
puter, such activity is not determinative of whether the pro- 
cess is statutory because such transformation alone does not 
distinguish a statutory computer process from a non-statu- 
tory computer process. What is determinative is not how the 
computer performs the process, but what the computer does 
to achieve a practical application.“ 

A process that merely manipulates an abstract idea or per- 
forms a purely mathematical algorithm is non-statutory 
despite the fact that it might inherently have some useful- 
ness. For such subject matter to be statutory, the claimed 
process must be limited to a practical application of the 
abstract idea or mathematical algorithm in the technological 
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arts.“ For example, a computer process that simply calcu- 
lates a mathematical algorithm that models noise is non-statu- 
tory. However, a claimed process for digitally filtering noise 
employing the mathematical algorithm is statutory. 


Examples of this type of claimed statutory process include 
the following: 


— A computerized method of optimally controlling transfer, 
storage and retrieval of data between cache and hard disk 
storage devices such that the most frequently used data is 
readily available. 

— A method of controlling parallel processors to accom- 
plish multi-tasking of several computing tasks to maximize 
computing efficiency.“’ 

— A method of making a word processor by storing an exe- 
cutable word processing application program in a general 
purpose digital computer’s memory, and executing the 
stored program to impart word processing functionality to 
the general purpose digital computer by changing the state 
of the computer’s arithmetic logic unit when program 
instructions of the word processing program are executed. 
— A digital filtering process for removing noise from a dig- 
ital signal comprising the steps of calculating a mathematical 
algorithm to produce a correction signal and subtracting the 
correction signal from the digital signal to remove the noise. 


(c) Non-Statutory Process Claims 


If the “acts” of a claimed process manipulate only numbers, 
abstract concepts or ideas, or signals representing any of the 
foregoing, the acts are not being applied to appropriate sub- 
ject matter. Thus, a process consisting solely of mathemat- 
ical operations, i.e., converting one set of numbers into 
another set of numbers, does not manipulate appropriate sub- 
ject matter and thus cannot constitute a statutory process. 


In practical terms, claims define non-statutory processes if 
they: 


— consist solely of mathematical operations without some 
claimed practical application (i.e., executing a “mathematical 
algorithm”); or 

— simply manipulate abstract ideas, e.g., a bid“ or a bubble 
hierarchy,” without some claimed practical application. 


A claimed process that consists solely of mathematical opera- 
tions is non-statutory whether or not it is performed on a 
computer. Courts have recognized a distinction between 
types of mathematical algorithms, namely, some define a 
“law of nature” in mathematical terms and others merely 
describe an “abstract idea.” 

Certain mathematical algorithms have been held to be non- 
statutory because they represent a mathematical definition of 
a law of nature or a natural phenomenon. For example, a 
mathematical aigorithm representing the formula E=mc? is a 
“law of nature”—it defines a “fundamental scientific truth” 
(i.e., the relationship between energy and mass). To compre- 
hend how the law of nature relates to any object, one invari- 
ably has to perform certain steps (e.g., multiplying a number 
representing the mass of an object by the square of a 
number representing the speed of light). In such a case, a 
claimed process which consists solely of the steps that one 
must follow to solve the mathematical representation of E= 
mc’ is indistinguishable from the law of nature and would 
“preempt” the law of nature. A patent cannot be granted on 
such a process. 

Other mathematical algorithms have been held to be non-stat- 
utory because they merely describe an abstract idea. An 
“abstract idea” may simply be any sequence of mathematical 
operations that are combined to solve a mathematical 
problem. The concern addressed by holding such subject 
matter non-statutory is that the mathematical operations 
merely describe an idea and do not define a process that rep- 
resents a practical application of the idea. 

Accordingly, when a claim reciting a mathematical algo- 
rithm is found to define non-statutory subject matter the 
basis of the § 101 rejection must be that, when taken as a 
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whole, the claim recites a law of nature, a natural phenom- 
enon, or an abstract idea. 


(d) Certain Claim Language Related to Mathematical 
Operation Steps of a Process 


(i) Intended Use or Field of Use Statements 


Claim language that simply specifies an intended use or 
field of use for the invention generally will not limit the 
scope of a claim, particularly when only presented in the 
claim preamble. Thus, Office personnel should be careful to 
properly interpret such language.*' When such language is 
treated as non-limiting, Office personnel should expressly 
identify in the Office action the claim language that consti- 
tutes the intended use or field of use statements and provide 
the basis for their findings. This will shift the burden to 
applicant to demonstrate why the language is to be treated 
as a claim limitation. 


(ii) Necessary Antecedent Step to Performance of a Math- 
ematical Operation or Independent Limitation on a 
Claimed Process 


In some situations, certain acts of “collecting” or “selecting” 
data for use in a process consisting of one or more mathe- 
matical operations will not further limit a claim beyond the 
specified mathematical operation step(s). Such acts merely 
determine values for the variables used in the mathematical 
formulae used in making the calculations.” In other words, 
the acts are dictated by nothing other than the performance 
of a mathematical operation.* 

If a claim requires acts to be performed to create data that 
will then be used in a process representing a practical appli- 
cation of one or more mathematical operations, those acts 
must be treated as further limiting the claim beyond the 
mathematical operation(s) per se. Such acts are data gath- 
ering steps not dictated by the algorithm but by other limita- 
tions which require certain antecedent steps and as such 
constitute an independent limitation on the claim. 


Examples of acts that independently limit a claimed process 
involving mathematical operations include: 


— a method of conducting seismic exploration which 
requires generating and manipulating signals from seismic 
energy — before “summing” the values represented by 
the signals;™ 
— a method oe displaying X-ray attenuation data as a 
— gray scale signal in a “field” using a particular algo- 
where the antecedent steps require generating the data 
a a particular machine (e.g., a computer tomography 
scanner). 


Examples of steps that do not oa ee limit one or 
more mathematical operation steps include 


— “perturbing” the values of a set of process inputs, where 
“perturbed” 


the subject matter was a number and the act of 
aS consists of substituting the numerical values of 

variables; 

— 22g a set of arbitrary measurement point values.” 


Such steps do not impose independent limitations on the 
scope of the claim beyond those required by the mathemat- 
ical operation limitation. 


(iii) Post-Mathematical Operation Step Using Solution or 
Merely Conveying Result of Operation 


In some instances, certain kinds of post-solution “acts” will 
not further limit a process claim beyond the performance of 
the preceding mathematical operation step even if the acts 
are recited in the body of a claim. If, however, the claimed 
acts t some “significant use” of the solution, those 
acts will invariably impose an i t limitation on the 
claim. A “significant use” is any activity which is more than 
merely outputting the direct result of the mathematical opera- 
tion. Office personnel are reminded to rely on the appli- 
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cant’s characterization of the significance of the acts being 
assessed to resolve questions related to their relationship to 
the mathematical operations recited in the claim and the 
invention as a whole.* Thus, if a claim requires that the 
direct result of a mathematical operation be evaluated and 
transformed into something else, Office personnel cannot 
treat the subsequent steps as being indistinguishable from 
the performance of the mathematical operation and thus not 
further limiting on the claim. For example, acts that require 
the conversion of a series of numbers representing values of 
a wavefunction equation for a chemical into 
values representing an image that conveys information about 
the three-dimensional structure of the compound and the dis- 
playing of the three-dimensional structure cannot be treated 
as being part of the mathematical operations. 

Office personnel should be especially careful when 
reviewing claim language that requires the performance of 
“post-solution” steps to ensure that claim limitations are not 
ignored. 


Examples of steps found not to independently limit a pro- 
cess involving one or more mathematical operation steps 
include: 


— step of “updating alarm limits” found to constitute chan- 
ging the number value of a variable to represent the result of 
the calculation;” 
— final step of magnetically recording the result of a calcu- 
lation; 
— final step of “equating” the process outputs to the values 
of the last set of process inputs found to constitute storing 
the result of calculations;* 
— final step of displaying result of a calculation “as a shade 
of gray rather than as simply a number” found to not consti- 
tute distinct step where the data were numerical values that 
did not represent anything;® and 

— step of Pare cer electrical signals representing” the 
result of calculations 


(e) Manipulation of Abstract Ideas Without a Claimed 
Practical Application 


A process that consists solely of the manipulation of an 
abstract idea without any limitation to a practical application 
is non-statutory.“ Office personnel have the burden to estab- 
lish a prima facie case that the claimed invention taken as a 
whole is directed to the manipulation of abstract ideas 
without a practical application. 

In order to determine whether the claim is limited to a prac- 
tical application of an abstract idea, Office personnel must 
analyze the claim as a whole, in light of the specification, to 
understand what subject matter is being manipulated and 
how it is being manipulated. During this procedure, Office 
personnel must evaluate any statements of intended use or 
field of use, any data gathering step and any post-manipula- 
tion activity. See section IV.B.2(d) above for how to treat 
various types of claim language. Only when the claim is 
devoid of any limitation to a practical o% in the tech- 
nological arts should is bo rejected under § 101. Further, 
when such a rejection is made, Office personnel must 
expressly state how the language of the claims has been 


interpreted to support the rejection. 


ee Application for Compliance with 35 U.S.C. § 
1 


Office personnel should begin their evaluation of an applica- 
Oe ee eee 
ments of § 112, second paragraph. The second 

contains two separate and distinct requirements: (1) that the 
claim(s) set forth the subject matter applicants regard as the 
invention, and (2) that the claim(s) particularly point out and 
distinctly claim the invention. An application will be defi- 
ches saliest: GE seemed commana then ti 2a 
including admissions, other than in the application as filed, 
shows applicant has stated that he or she regards the inven- 
tion to be different from what is claimed, or when (2) the 
scope of the claims is unclear. 
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After evaluation of the application for compliance with § 
112, second paragraph, Office personnel should then eval- 
uate the application for compliance with the requirements of 
§ 112, first paragraph. The first paragraph contains three sep- 
arate and distinct requirements: (1) adequate written descrip- 
tion, (2) enablement, and (3) best mode. An application will 
be deficient under § 112, first when the written 
description is not adequate to identify what the applicant has 
invented, or when the disclosure does not enable one skilled 
in the art to make and use the invention as claimed without 
undue experimentation. Deficiencies related to disclosure of 
the best mode for carrying out the claimed invention are not 
usually encountered during examination of an application 
because evidence to support such a deficiency is seldom in 
the record. 

If deficiencies are discovered with respect to § 112, Office 
personnel must be careful to apply the appropriate paragraph 
of § 112. 


A. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. § 112, Second Paragraph Requirements 


1. Claims Setting Forth the Subject Matter Applicant 
Regards as Invention 


Applicant’s specification must conclude with claim(s) that 
set forth the subject matter which the applicant regards as 
the invention. The invention set forth in the claims is pre- 
sumed to be that which applicant regards as the invention, 
unless applicant considers the invention to be something dif- 
ferent from what has been claimed as shown by evidence, 
including admissions, outside the application as filed. An 
applicant may change what he or she regards as the inven- 
tion during the prosecution of the application. 


2. Claims Particularly Pointing Out and Distinctly 
Claiming the Invention 


Office personnel shall determine whether the claims set out 
and circumscribe the invention with a reasonable degree of 
precision and particularity. In this regard, the definiteness of 
the language must be analyzed, not in a vacuum, but always 
in light of the teachings of the disclosure as it would be 
interpreted by one of ordinary skill in the art. Applicant’s 
claims, interpreted in light of the disclosure, must reason- 
ably apprise a person of ordinary skill in the art of the inven- 
tion. However, the applicant need not explicitly recite in the 
claims every feature of the invention. For example, if an 
applicant indicates that the invention is a particular com- 
puter, the claims do not have to recite every element or fea- 
ture of the computer. In fact, it is preferable for claims to be 
drafted in a form that emphasizes what the applicant has 
invented (i.e., what is new rather than old). 

A means plus function limitation is distinctly claimed if the 
description makes it clear that the means corresponds to 
well-defined structure of a computer or computer component 
implemented in either hardware or software and its associ- 
ated hardware platform. Such means may be defined as: 


— a programmed computer with a particular functionality 
implemented in hardware or hardware and software; 

— a logic circuit or other component of a programmed com- 
puter that performs a series of specifically identified opera- 
tions dictated by a computer program; or 

— a computer memory encoded with executable instructions 
representing a computer program that can cause a computer 
to function in a particular fashion. 


The scope of a “means” limitation is defined as the corres- 
ponding structure or material (e.g., a specific logic circuit) 
set forth in the written description and equivalents.® Thus, a 
claim using means plus function limitations without corres- 
ponding disclosure of specific structures or materials that are 
not well-known fails to particularly point out and distinctly 
claim the invention. For example, if the applicant discloses 
only the functions to be performed and provides no express, 
implied or inherent disclosure of hardware or a combination 
of hardware and software that performs the functions, the 
application has not disclosed any “structure” which corres- 
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ponds to the claimed means. Office personnel should reject 
such claims under § 112, second paragraph. The rejection 
shifts the burden to the applicant to describe at least one spe- 
cific structure or material that corresponds to the claimed 
means in question, and to identify the precise location or 
locations in the specification where a description of at least 
one embodiment of that claimed means can be found. In con- 
trast, if the corresponding structure is disclosed to be a 
memory or logic circuit that has been configured in some 
manner to perform that function (e.g., using a defined com- 
puter program), the application has disclosed “structure” 
which corresponds to the claimed means. 

When a claim or part of a claim is defined in computer pro- 
gram code, whether in source or object code format, a 
person of skill in the art must be able to ascertain the metes 
and bounds of the claimed invention. In certain circum- 
stances, as where self-documenting programming code is 
employed, use of programming language in a claim would 
be permissible because such program source code presents 
“sufficiently high-level language and descriptive identifiers” 
to make it universally understood to others in the art without 
the programmer having to insert any comments.® Applicants 
should be encouraged to functionally define the steps the 
computer will perform rather than simply reciting source or 
object code instructions. 


B. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. § 112, First Paragraph Requirements 


1. Adequate Written Description 


The satisfaction of the enablement requirement does not sat- 
isfy the written description requirement.” For the written 
description requirement, an applicant’s specification must 
reasonably convey to those skilled in the art that the appli- 
cant was in possession of the claimed invention as of the 
date of invention. The claimed invention subject matter need 
not be described literally, i.e., using the same terms, in order 
for the disclosure to satisfy the description requirement. 


2. Enabling Disclosure 


An applicant’s specification must enable a person skilled in 
the art to make and use the claimed invention without undue 
experimentation. The fact that experimentation is complex, 
however, will not make it undue if a person of skill in the 
art typically engages in such complex experimentation. For a 
computer-related invention, the disclosure must enable a 
skilled artisan to configure the computer to possess the requi- 
site functionality, and, where applicable, interrelate the com- 
puter with other elements to yield the claimed invention, 
without the exercise of undue experimentation. The specifica- 
tion should disclose how to configure a computer to possess 
the requisite functionality or how to integrate the pro- 
computer with other elements of the invention, 
unless a skilled artisan would know how to do so without 
such disclosure. 
For many computer-related inventions, it is not unusual for 
the claimed invention to involve more than one field of tech- 
nology. For such inventions, the disclosure must satisfy the 
enablement standard for each aspect of the invention.” As 
such, the disclosure must teach a person skilled in each art 
how to make and use the relevant aspect of the invention 
without undue experimentation. For example, to enable a 
claim to a programmed computer that determines and dis- 
plays the three-dimensional structure of a chemical com- 
pound, the disclosure must 


— enable a person skilled in the art of molecular modeling 
to understand and practice the underlying molecular mod- 
eling processes; and 

— enable a person skilled in the art of computer program- 
ming to create a program that directs a computer to create 
and display the image representing the three-dimensional 
structure of the compound. 


In other words, the disclosure corresponding to each aspect 
of the invention must be enabling to a person skilled in each 
respective art. 
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In many instances, an applicant will describe a 
computer by outlining the significant elements of the pro- 
computer using a functional block diagram. Office 
personnel should review the specification to ensure that 
along with the functional block diagram the disclosure pro- 
vides information that adequately describes each “element” 
in hardware or hardware and its associated software and 
how such elements are interrelated.” 


VI. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. §§ 102 and 103 


As is the case for inventions in any field of technology, 
assessment of a claimed computer-related invention for com- 
pliance with § 102 and § 103 begins with a comparison of 
the claimed subject matter to what is known in the prior art. 
If no differences are found between the claimed invention 
and the prior art, the claimed invention lacks novelty and is 
to be rejected by Office personnel under § 102. Once distinc- 
tions are identified between the claimed invention and the 
prior art, those distinctions must be assessed and resolved in 
light of the knowledge possessed by a person of ordinary 
skill in the art. Against this backdrop, one must determine 
whether the invention would have been obvious at the time 
the invention was made. If not, the claimed invention satis- 
fies § 103. Factors and considerations dictated by law gov- 
erning § 103 apply without modification to computer-related 
inventions. 

If the difference between the prior art and the claimed inven- 
tion is limited to descriptive material stored on or employed 
by a machine, Office personnel must determine whether the 
descriptive material is functional descriptive material or non- 
functional descriptive material, as described supra in Section 
IV. Functional descriptive material is a limitation-in the 
claim and must be considered and addressed in assessing pat- 
entability under § 103. Thus, a rejection of the claim as a 
whole under § 103 is inappropriate unless the functional 
descriptive material would have been suggested by the prior 
art. Non-functional descriptive material cannot render non- 
obvious an invention that would have otherwise been 
obvious.”! 


Common situations involving non-functional descriptive 
material are: 


— a computer-readable storage medium that differs from the 
prior art solely with respect to non-functional descriptive 
material, such as music or a literary work, encoded on the 
medium, 

— a computer that differs from the prior art solely with 
respect to non-functional descriptive material that cannot 
alter how the machine functions (i.e., the descriptive mate- 
rial does not reconfigure the computer), or 

— a process that differs from the prior art only with respect 
to non-functional descriptive material that cannot alter how 
the process steps are to be performed to achieve the utility 
of the invention. 


Thus, if the prior art pha storing a song on a disk, 
merely choosing a g to store on the disk would 
to peenesinh te the well Tin Gp hed-at Galbeaty iin 
the art at the time the invention was made. The difference 
between the prior art and the claimed invention is simply a 
rearrangement of non-functional descriptive material. 


VI. Clearly Communicate Findings, Conclusiens and 
Their Bases 


Once Office personnel have concluded the above setae of 
the claimed invention under all the statutory provis 

including §§ 101, 112, 102 and 103, sage gear nal 
the proposed rejections and their bases to confirm their cor- 
rectness. Only then should any rejection be imposed in an 
Office action. The Office action should clearly communicate 
the findings, conclusions and reasons which support them. 


' These Guidelines are final and replace the “Proposed 
Examination Guidelines for Computer-Implemented Inven- 
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tions,” 60 FR 28,778 (June 2, 1995) and the supporting legal 
analysis issued on October 3, 1995. 


* “Computer-related inventions” include inventions imple- 
mented in a computer and inventions employing computer- 
readable media. 


3 In re Abele, 684 F.2d 902, 905-07, 214 USPQ 682, 685-87 
(CCPA 1982); In re Walter, 618 F.2d 758, 767, 205 USPQ 
397, 406-07 (CCPA 1980); In re Freeman, 573 F.2d 1237, 
1245, 197 USPQ 464, 471 (CCPA 1978). 


* See, e.g., In re Toma, 575 F.2d 872, 877-78, 197 USPQ 
852, 857 (CCPA 1978); In re Musgrave, 431 F.2d 882, 893, 
167 USPQ 280, 289-90 (CCPA 1970). See also In re Sch- 
rader, 22 F.3d 290, 297-98, 30 USPQ2d 1455, 1461-62 
(Fed. Cir. 1994) (Newman, J., dissenting); Paine, Webber, 
Jackson & Curtis, Inc. v. Merrill Lynch, Pierce, Fenner & 
Smith, Inc., 564 F. Supp. 1358, 1368-69, 218 USPQ 212, 
220 (D. Del. 1983). 


5 As the courts have repeatedly reminded the Office: “The 
goal is to answer the question ““What did applicants 
invent?’” Abele, 684 F.2d at 907, 214 USPQ at 687. Accord, 
e.g., Arrhythmia Research Tech. v. Corazonix Corp., 958 


F.2d 1053, 1059, 22 USPQ2d 1033, 1038 (Fed. Cir. 1992). 


° Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 
693-96 (1966); In re Ziegler, 992 F.2d 1197, 1200-03, 26 
USPQ2d 1600, 1603-06 (Fed. Cir. 1993). 


7 See, e.g., Musgrave, 431 F.2d at 893, 167 USPQ at 289- 
90, cited with approval in Schrader, 22 F.3d at 297, 30 
USPQ2d at 1461 (Newman, J., dissenting). The definition of 
“technology” is the “application of science and engineering 
to the development of machines and in order to 
enhance or improve human conditions, or at least to improve 
human efficiency in some respect.” Computer Dictionary 
384 (Microsoft Press, 2d ed. 1994). 


§ E.g., In re Alappat, 33 F.3d 1526, 1543, 31 USPQ2d 1545, 
1556-57 (Fed. Cir. 1994) (in banc) (quoting Diamond v. 
Diehr, 450 U.S. 175, 192, 209 USPQ 1, 10 (1981)). See 
also id. at 1569, 31 USPQ2d at 1578-79 (Newman, J., con- 
curring) (“unpatentability of the principle does not defeat pat- 
entability of its practical s”) (citing O’Reilly v. 
Morse, 56 U.S. (15 How.) 62, 114-19 (1854)); Arrhythmia, 
958 F.2d at 1056, 22 USPQ2d at 1036; Musgrave, 431 F.2d 
at 893, 167 USPQ at 289-90 (“All that is necessary, in our 
view, to make a sequence of operational steps a statutory 
‘process’ within 35 U.S.C. 101 is that it be in the technolog- 
ical arts so as to be in consonance with the Constitutional 
purpose to promote the progress of ‘useful arts.’ Const. Art. 
1, sec. 8.”). 


° Arrhythmia, 958 F.2d at 1057, 22 USPQ2d at 1036: 

It is of course true that a modern digital computer manipu- 
lates data, usually in binary form, by performing mathemat- 
ical operations, such as addition, subtraction, multiplication, 
division, or bit shifting, on the data. But this is only how the 
computer does what it does. Of importance is the signifi- 
cance of the data and their manipulation in the real world, 
i.e., what the computer is doing. 


© Many computer-related inventions do not consist solely of 
a computer. Thus, Office personnel should identify those 
claimed elements of the computer-related invention that are 
not part of the programmed computer, and determine how 
those elements relate to the programmed computer. Office 
personnel should look for specific information that explains 
the role of the programmed computer in the overall process 
or machine and how the computer is to be inte- 
grated with the other elements of the apparatus or used in 


the process. 


" Products may be either machines, manufactures or compo- 
sitions of matter. Product claims are claims that are directed 
to either machines, manufactures or compositions of matter. 
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2 Examples of language that may raise a question as to the 
limiting effect of the language in a claim: 


(a) statements of intended use or field of use, 
(b) “adapted to” or “adapted for” clauses, 

(c) “wherein” clauses, or 

(d) “whereby” clauses. 


This list of examples is not intended to be exhaustive. 


3 Markman v. Westview Instruments, 52 F.3d 967, 980, 34 
USPQ2d 1321, 1330 (Fed. Cir.) (in banc), cert. granted, 116 
S. Ct. 40 (1995). 


See, e.g., In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 
1671, 1674 (Fed. Cir. 1994) (inventor may define specific 
terms used to describe invention, but must do so “with rea- 
sonable clarity, deliberateness, and precision” and, if done, 
must ““‘set out his uncommon definition in some manner 
within the patent disclosure’ so as to give one of ordinary 
skill in the art notice of the change” in meaning) (quoting 
Intellicall, Inc. v. Phonometrics, Inc., 952 F.2d 1384, 1387- 
88, 21 USPQ2d 1383, 1386 (Fed. Cir. 1992)). 


'S Td. at 1480, 31 USPQ2d at 1674. 


© See, e.g., In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 
1320, 1322 (Fed. Cir. 1989) (“During patent examination the 
pending claims must be interpreted as broadly as their terms 
reasonably allow . . . The reason is simply that during patent 
prosecution when claims can be amended, ambiguities 
should be recognized, scope and breadth of language 
explored, and clarification imposed . . . An essential purpose 
of patent examination is to fashion claims that are precise, 
clear, correct, and unambiguous. Only in this way can uncer- 
tainties of claim scope be removed, as much as possible, 
during the administrative process.”). 


'7 Two in banc decisions of the Federal Circuit have made 
clear that the Office is to interpret means plus function lan- 
guage according to 35 U.S.C. § 112, sixth paragraph. In the 
first, In re Donaldson, 16 F.3d 1189, 1193, 29 USPQ2d 
1845, 1848 (Fed. Cir. 1994), the court held: 


The plain and unambiguous meaning of paragraph six is that 
one construing means-plus-function language in a claim 
must look to the specification and interpret that language in 
light of the corresponding structure, material, or acts 
described therein, and equivalents thereof, to the extent that 
the specification provides such disclosure. Paragraph six 
does not state or even suggest that the PTO is exempt from 
this mandate, and there is no legislative history indicating 
that Congress intended that the PTO should be. Thus, this 
court must accept the plain and precise language of para- 
graph six. 


Consistent with Donaldson, in the second decision, Alappat, 
33 F.3d at 1540, 31 USPQ2d at 1554, the Federal Circuit 
held: 


Given Alappat’s disclosure, it was error for the Board 
majority to interpret each of the means clauses in claim 15 
so broadly as to “read on any and every means for per- 
forming the function” recited, as it said it was doing, and 
then to conclude that claim 15 is nothing more than a pro- 
cess claim wherein each means clause represents a step in 
that process. Contrary to suggestions by the Commissioner, 
this court’s precedents do not support the Board’s view that 
the particular apparatus claims at issue in this case may be 
viewed as nothing more than process claims. 


'§ 1162 O.G. 59 (May 17, 1994). 


'® See, e.g., Diamond v. Diehr, 450 U.S. at 188-89, 209 
USPQ at 9 (“In determining the eligibility of respondents’ 
claimed process for patent protection under § 101, their 
claims must be considered as a whole. It is inappropriate to 
dissect the claims into old and new elements and then to 
ignore the presence of the old elements in the analysis. This 
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is particularly true in a process claim because a new combi- 
nation of steps in a process may be patentable even though 
all the constituents of the combination were well known and 
in common use before the combination was made.”). 


20 See supra note 18 and accompanying text. 


21 Diamond v. Chakrabarty, 447 U.S. 303, 308-09, 206 
USPQ 193, 197 (1980): 


In choosing such expansive terms as “manufacture” and 
“composition of matter,” modified by the comprehensive 
“any,” Congress plainly contemplated that the patent laws 
would be given wide scope. The relevant legislative history 
also supports a broad construction. The Patent Act of 1793, 
authored by Thomas Jefferson, defined statutory subject 
matter as “any new and useful art, machine, manufacture, or 
composition of matter, or any new or useful improvement 
[thereof].” Act of Feb. 21, 1793, § 1, 1 Stat. 319. The Act 
embodied Jefferson’s philosophy that “ingenuity should 
receive a liberal encouragement.” 5 Writings of Thomas Jef- 
ferson 75-76 (Washington ed. 1871). See Graham v. John 
Deere Co., 383 U.S. 1, 7-10 (1966). Subsequent patent stat- 
utes in 1836, 1870, and 1874 employed this same broad lan- 
guage. In 1952, when the patent laws were recodified, 
Congress replaced the word “art” with “process,” but other- 
wise left Jefferson’s language intact. The Committee Reports 
accompanying the 1952 Act inform us that Congress 
intended statutory subject matter to “include anything under 
the sun that is made by man.” S. Rep. No. 1979, 82d Cong., 
2d — 5 (1952); H.R. Rep. No. 1923, 82d Cong., 2d Sess. 
6 (1952). 


This perspective has been embraced by the Federal Circuit: 


The plain and unambiguous meaning of § 101 is that any 
new and useful process, machine, manufacture, or composi- 
tion of matter, or any new and useful improvement thereof, 
may be patented if it meets the requirements for patent- 
ability set forth in Title 35, such as those found in §§ 102, 
103, and 112. The use of the expansive term “any” in § 101 
represents Congress’s intent not to place any restrictions on 
the subject matter for which a patent may be obtained 
beyond those specifically recited in § 101 and the other 
parts of Title 35 . . . Thus, it is improper to read into § 101 
limitations as to the subject matter that may be patented 
where the legislative history does not indicate that Congress 
clearly intended such limitations. [Alappat, 33 F.3d at 1542, 
31 USPQ2d at 1556.] 


22 35 U.S.C. § 101 (1994). 


33 See 35 U.S.C. § 100(b) (“The term ‘process’ means pro- 
cess, art, or method, and includes a new use of a known pro- 
cess, machine, manufacture, composition of matter, or 
material.”). 


* E.g., Alappat, 33 F.3d at 1542, 31 USPQ2d at 1556; In re 
Warmerdam, 33 F.3d 1354, 1358, 31 USPQ2d 1754, 1757 
(Fed. Cir. 1994). 


5 See, e.g., Rubber-Tip Pencil Co. v. Howard, 87 U.S. 498, 
507 (1874) (“idea of itself is not patentable, but a new 
device by which it may be made practically useful is”); 
Mackay Radio & Telegraph Co. v. Radio Corp. of America, 
306 U.S. 86, 94 (1939) (“While a scientific truth, or the 
mathematical expression of it, is not patentable invention, a 
novel and useful structure created with the aid of knowledge 
of scientific truth may be.”); Warmerdam, 33 F.3d at 1360, 
31 USPQ2d at 1759 (“steps of ‘locating’ a medial axis, and 
‘creating’ a bubble hierarchy . . . describe nothing more than 
the manipulation of basic mathematical constructs, the para- 
digmatic ‘abstract idea’”). 


2 The concern over preemption was expressed as early as 
1852. See Le Roy v. Tatham, 55 U.S. 156, 175 (1852) (“A 
principle, in the abstract, is a fundamental truth; an original 
cause; a motive; these cannot be patented, as no one can 
claim in either of them an exclusive right.”); Funk Brothers 
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Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 132, USPQ 
280, 282 (1948) (combination of six species of bacteria held 
to be non-statutory subject matter). 


7’ The definition of “data structure” is “a physical or logical 

relationship among data elements, designed to support spe- 

cific data manipulation functions.” The New IEEE Standard 

= of Electrical and Electronics Terms 308 (5th ed. 
). 


8 Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 
USPQ2d 1031, 1035 (Fed. Cir. 1994) (claim to data struc- 
ture that increases computer efficiency held statutory) and 
Warmerdam, 33 F.3d at 1360-61, 31 USPQ2d at 1759 
(claim to computer having specific memory held statutory 
product-by-process claim) with Warmerdam, 33 F.3d at 
1361, 31 USPQ2d at (claim to a data structure per se held 
non-statutory). 


”In re Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 
(CCPA 1978): 


[E]Jach invention must be evaluated as claimed; yet semanto- 
genic considerations preclude a determination based solely 
on words appearing in the claims. In the final analysis under 
§ 101, the claimed invention, as a whole, must be evaluated 
for what it is. 


Quoted with approval in Abele, 684 F.2d at 907, 214 USPQ 
at 687. See also In re Johnson, 589 F.2d 1070, 1077, 200 
USPQ 199, 206 (CCPA 1978) (“form of the claim is often 
an exercise in drafting”). 


» See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 
1760 (claim to a data structure per se held non-statutory). 


31 Computer Dictionary 210 (Microsoft Press, 2d ed. 1994): 
Data consists of facts, which become information when they 
are seen in context and convey meaning to people. Com- 
puters process data without any understanding of what that 
data represents. 

2 See supra note 29. 

3 O’Reilly v. Morse, 56 U.S. (15 How.) at 112-14. 

4 Td. at 114-19. 


35 Products may be either machines, manufactures or compo- 
sitions of matter. 


A machine is: 


a concrete thing, consisting of parts or of certain devices 
and combinations of devices. 


Burr v. Duryee, 68 U.S. (1 Wall.) 531, 570 (1863). 
A manufacture is: 


the production of articles for use from raw or prepared mate- 
rials by giving to these materials new forms, qualities, prop- 
erties or combinations, whether by hand-labor or by 
machinery. 


Diamond v. Chakrabarty, 447 U.S. at 308, 206 USPQ at 
196-97 (quoting American Fruit Growers, Inc. v. Brogdex 
Co., 283 U.S. 1, 11 (1931). 


A composition of matter is: 


a composition[] of two or more substances [or] . . . a[] com- 
posite article[{], whether . . . [it] be the result of chemical 
union, or of mechanical mixture, whether . . . [it] be [a] 
gas], fluid[], powder[], or solid{]. 


Diamond v. Chakrabarty, 447 U.S. at 308, 206 USPQ at 
197 (quoting Shell Development Co. v. Watson, 149 F. 
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Supp. 279, 280, 113 USPQ 265, 266 (D.D.C. 1957), aff'd 

per curiam, 252 F.2d 861, 116 USPQ 428 (D.C. Cir. 1958). 


% See, e.g., Lowry, 32 F.3d at 1583, 32 USPQ2d at 1034-35; 
Warmerdam, 33 F.3d at 1361-62, 31 USPQ2d at 1760. 


7 Cf. In re Iwahashi, 888 F.2d 1370, 1374-75, 12 USPQ2d 
1908, 1911-12 (Fed. Cir. 1989), cited with val in 


appro 
Alappat, 33 F.3d at 1544 n.24, 31 USPQ2d at 1558 n.24. 


38 “Specific software” is defined as a set of instructions 
implemented in a specific pro code segment. See Com- 
puter Dictionary 78 (Microsoft Press, 2d ed. 1994) for defini- 
tion of “code segment.” 


® See Diamond v. Diehr, 450 U.S. at 183-84, 209 USPQ at 
6 (quoting Cochrane v. Deener, 94 U.S. 780, 787-88 (1877) 
(“A [statutory] process is a mode of treatment of certain 
materials to produce a given result. It is an act, or a series 
of acts, performed upon the subject-matter to be transformed 
and reduced to a different state or thing . . . . The process 
requires that certain things should be done certain sub- 
stances, and in a certain order; but the tools to be used in 
doing this may be of secondary consequence.”). 


“ See Alappat, 33 F.3d at 1543, 31 USPQ2d at 1556-57 
(quoting Diamond v. Diehr, 450 U.S. at 192, 209 USPQ at 
10). see also id. at 1569, 31 USPQ2d at 1578-79 (Newman, 
J., concurring) (“unpatentability of the principle does not 
defeat patentability of its practical applications”) (citing 
O'Reilly v. Morse, 56 U.S. (15 How.) at 114-19). 


“' Diamond v. Diehr, 450 U.S. at 187, 209 USPQ at 8. 


® See In re Gelnovatch, 595 F.2d 32, 41 n.7, 201 USPQ 
136, 145 n.7 (CCPA 1979) (data-gathering step did not mea- 
sure physical phenomenon). 


* Schrader, 22 F.3d at 294, 30 USPQ2d at 1459 citing with 
approval Arrhythmia, 958 F.2d at 1058-59, 22 USPQ2d at 7- 
38; Abele, 684 F.2d at 909, 214 USPQ at 688; In re Taner, 
681 F.2d 787, 790, 214 USPQ 678, 681 (CCPA 1982). 


“ See supra note 9. 


In Sarkar, 588 F.2d at 1335, 200 USPQ at 139, the court 
explained why this approach must be followed: 


No mathematical equation can be used, as a practical matter, 
without establishing and substituting values for the variables 
expressed therein. Substitution of values dictated by the for- 
mula has thus been viewed as a form of mathematical step. 
If the steps of gathering and substituting values were alone 
sufficient, every mathematical equation, formula, or algo- 
rithm having any practical use would be per se subject to 
parenting as a “process” under § 101. Consideration of 
whether the substitution of specific values is enough to con- 
vert the disembodied ideas present in the formula into an 
embodiment of those ideas, or into an application of the for- 
mula, is foreclosed by the current state of the law. 


“ See supra note 40. 


7 See, e.g., In re Bernhart, 417 F.2d 1395, 1400, 163 USPQ 
611, 616 (CCPA 1969). 


8 Schrader, 22 F.3d at 293-94, 30 USPQ2d at 1458-59. 
® Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. 


® See, e.g., In re Meyer, 688 F.2d 789, 794-95, 215 USPQ 
193, 197 (CCPA 1982) (“Scientific principles, such as the 
relationship between mass and energy, and laws of nature, 
such as the acceleration of gravity, namely, a=32 ft/sec.” 
can be represented in mathematical format. However, some 
mathematical algorithms and formulae do not represent scien- 
tific principles or laws of nature; they represent ideas or 
mental s and are simply logical vehicles for commu- 
nicating possible solutions to complex problems. The pres- 
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ence of a mathematical algorithm or formula in a claim is 
merely an indication that a scientific principle, law of 
nature, idea or mental process may be the subject matter 
claimed and, thus, justify a rejection of that claim under 35 
USC § 101; but the presence of a mathematical algorithm or 
formula is only a signpost for further analysis.”). Cf. 
Alappat, 33 F.3d at 1543 n.19, 31 USPQ2d at 1556 n.19 in 
which the Federal Circuit recognized the confusion: 


The Supreme Court has not been clear . . . as to whether 
such subject matter is excluded from the scope of § 101 
because it represents laws of nature, natural phenomena, or 
abstract ideas. See Diehr, 450 U.S. at 186 (viewed mathe- 
matical algorithm as a law of nature); Benson, 409 U.S. at 
71-72 (treated mathematical algorithm as an “idea”). The 
Supreme Court also has not been clear as to exactly what 
kind of mathematical subject matter may not be patented. 
The Supreme Court has used, among others, the terms 
“mathematical algorithm,” “mathematical formula,” and 
“mathematical equation” to describe types of mathematical 
subject matter not entitled to patent protection standing 
alone. The Supreme Court has not set forth, however, any 
consistent or clear explanation of what it intended by such 
terms or how these terms are related, if at all. 


5! Walter, 618 F.2d at 769, 205 USPQ at 409 (Because none 
of the claimed steps were explicitly or implicitly limited to 
their application in seismic prospecting activities, the court 


held that “[a]ithough the claim preambles relate the claimed 
invention to the art of seismic prospecting, the claims them- 
selves are not drawn to methods of or apparatus for seismic 
prospecting; they are drawn to improved mathematical 
methods for interpreting the results of seismic pros- 
pecting.”). Cf. Alappat, 33 F.3d at 1544, 31 USPQ2d at 
1558. 


% Walter, 618 F.2d at 769-70, 205 USPQ at 409. 
3 See supra note 45. 
* Taner, 681 F.2d at 788, 214 USPQ at 679. 


5% Abele, 684 F.2d at 908, 214 USPQ at 687 (“The specifica- 
tion indicates that such attenuation data is available only 
when an X-ray beam is produced by a CAT scanner, passed 
through an object, and detected upon its exit. Only after 
these steps have been completed is the algorithm performed, 
and the resultant modified data displayed in the required 
format.”). 


% Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7 
(“Appellants’ claimed step of ing the values of a set 
of process inputs (step 3), in addition to being a mathemat- 
ical operation, appears to be a data-gathering step of the 
type we have held insufficient to change a nonstatutory 
method of calculation into a statutory process . . . In this 
instance, the process inputs are not even measured 
values of physical phenomena, but are instead derived by 
numerically changing the values in the previous set of pro- 
cess inputs.”). 


* Sarkar, 588 F.2d at 1331, 200 USPQ at 135. 


% See Sarkar, 588 F.2d at 1332 n.6, 200 USPQ at 136 n.6 
(“post-solution” construction that was being modeled by the 
mathematical process not considered in deciding § 101 ques- 
tion because applicant indicated that such construction was 
not a material element of the invention). 


® Parker v. Flook, 437 U.S. 584, 585, 198 USPQ 193, 195 
(1978). 


® Walter, 618 F.2d at 770, 205 USPQ at 409 (“If § 101 

could be satisfied by the mere recordation of the results of a 
nonstatutory process on some record medium, even the most 
unskilled patent draftsman could provide for such a step.”). 


6! Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7. 
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® Abele, 684 F.2d at 909, 214 USPQ at 688 (“This claim 
presents no more than the calculation of a number and dis- 
play of the result, albeit in a particular format. The specifica- 
tion provides no greater meaning to ‘data in a field’ than a 
matrix of numbers regardless of by what method g 

Thus, the algorithm is neither explicitly nor implicitly 
applied to any certain process. Moreover, that the result is 
displayed as a shade of gray rather than as simply a number 
provides no greater or better information, considering the 
broad range of applications encompassed by the pro % 


® In re De Castelet, 562 F.2d 1236, 1244, 195 USPQ 439, 
446 (CCPA 1977) (“That the computer is instructed to 
transmit electrical signals, representing the results of its cal- 
culations, does not constitute the of ‘post solution 
activity’ found in Flook, [437 U.S. 584, 198 USPQ 193 
(1978)], and does not transform the claim into one for a pro- 
cess merely using an algorithm. The final transmitting step 
constitutes nothing more than reading out the result of the 
calculations.”). 


% E.g., Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. 
See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1459. 


6 See supra note 18 and accompanying text. 


Computer Dictionary 353 (Microsoft Press, 2d ed. 1994) 
(definition of “self-documenting code”). 


§ See In re Barker, 559 F.2d 588, 591, 194 USPQ 470, 472 
(CCPA 1977), cert. denied, Barker v. Parker, 434 U.S. 1064 
(1978) (a specification may be sufficient to enable one 
skilled in the art to make and use the invention, but still fail 
to comply with the written description requirement). See 
also In re DiLeone, 436 F.2d 1404, 1405, 168 USPQ 592, 
593 (CCPA 1971). 


% See, e.g., Northern Telecom v. Datapoint Corp., 908 F.2d 
931, 941-43, 15 USPQ2d 1321, 1328-30 (Fed. Cir.), cert. 
denied, Datapoint Corp. v. Northern Telecom, 498 U.S. 920 
(1990) (judgment of invalidity reversed for clear error where 
expert testimony on both sides showed that a programmer of 
reasonable skill could write a satisfactory program with ordi- 
nary effort based on the disclosure); DeGeorge v. Bernier, 
768 F.2d 1318, 1324, 226 USPQ 758, 762-63 (Fed. Cir. 
1985) (superseded by statute with respect to issues not rele- 
vant here) (invention was adequately disclosed for purposes 
of enablement even though all of the circuitry of a word 
processor was not disclosed, since the undisclosed circuitry 
was deemed inconsequential because it did not in to the 
claimed circuit); In re Phillips, 608 F.2d 879, 882-83, 203 
USPQ 971, 975 (CCPA 1979) (computerized method of gen- 
erating printed architectural specifications dependent on use 
of glossary of predefined standard phrases and error- 
checking feature enabled by overall disclosure generally 
defining errors); In re Donohue, 550 F.2d 1269, 1271, 193 
USPQ 136, 137 (CCPA 1977) (“Employment of block dia- 

and descriptions of their functions is not fatal under 
35 U.S.C. 112, first paragraph, providing the represented 
structure is conventional and can be determined without 
undue experimentation.”); In re Knowlton, 481 F.2d 1357, 
1366-68, 178 USPQ 486, 493-94 (CCPA 1973) (examiner’s 
contention that a software invention needed a detailed 
description of all the circuitry in the complete hardware 
system reversed). 


® See In re Naquin, 398 F.2d 863, 866, 158 USPQ 317, 319 
(CCPA 1968) (“When an invention, in its different aspects, 
involves distinct arts, that specification is adequate which 
enables the adepts of each art, those who have the best 
chance of being enabled, to carry out the as proper to 
their specialty.”); Ex parte Zechnall, 194 USPQ 461, 461 
(Bd. App. 1973) (“appellants’ disclosure must be held suffi- 
cient if it would enable a person skilled in the electronic 
computer art, in cooperation with a person skilled in the fuel 
injection art, to make and use appellants’ invention”). 


™ See In re Scarbrough, 500 F.2d 560, 565, 182 USPQ 298, 
301-02 (CCPA 1974) (“It is not enough that a person skilled 
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in the art, by carrying on investigations along the line indi- 


cated in the instant application, and by a great amount of 
work eventually might find out how to make and use the 
instant invention. The statute requires the application itself 
to inform, not to direct others to find out for themselves 
(citation omitted).”); Knowlton, 481 F.2d at 1367, 178 
USPQ at 493 (disclosure must constitute more than a 
"sketchy explanation of flow diagrams or a bare group of 
program listings together with a reference to a proprietary 
computer on which they might be run”). See also Jn re 
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Gunn, 537 F.2d 1123, 1127-28, - USPQ 402, 405 (CCPA 
1976); In re Brandstadter, 484 F.2d 1395, 1406-07, 17 
USPQ 286, 294 (CCPA 1973); and In re Ghiron, 442 F.2d 
985, 991, 169 USPQ 723, 727-28 (CCPA 1971). 


Ss rea In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 
404 (Fed. Cir. 1983) (when descriptive material is not func- 

tionally related to the substrate, the descriptive material will 

not distinguish the invention from the prior art in terms of 


patentability). 
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Appendix to Examination Guidelines for Computer-Related Inventions 


Computer-Related Inventions 


ll, Determine What Applicant Has Invented and is Seeking to Patent 


A. Identify and Understand Any Practical Application Asserted 
for the Invention 


B. Review the Detailed Disclosure and Specific Embodiments 
of the Invention to Determine What the Applicant Has Invented 


C. Review the Claims 


ill. Conduct a Thorough Search of the Prior Art 
IV. Determine Whether the Claimed Invention Complies with 35 U.S.C. § 101 (See next chart) 


V. Evaluate Application for Compliance with 35 U.S.C. § 112 


A. Determine Whether the Claimed Invention Complies with 
35 U.S.C. § 112, Second Paragraph 


1. Claims Setting Forth the Subject Matter Applicant 
Regards as Invention 


2. Claims Particularly Pointing Out and Distinctly 
Claiming the Invention 


B. Determine Whether the Claimed Invention Complies with 
35 U.S.C. § 112, First Paragraph 


1. Adequate Written Description 
2. Enabling Disclosure 


Vil. Clearly Communicate Findings, Conclusions and Their Bases 


Vi. Determine Whether the Claimed invention Complies with 35 U.S.C. § § 102 and 103 
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IV. Determine Whether the Claimed Invention Complies with 35 U.S.C. § 101 


Consider the Breadth of 35 U.S.C. § 101 


Classify the Claimed Invention 


Functional 
Descriptive Material 
(data structure per se 
or computer program 
per se) 


mere data) per se or on 
computer readable 
medium 


A machine or 


Performs 
independent 
physical acts 

(post-computer 
process activity) 


achieve a practical application 
(pre-computer process activity) 


February 16, 1996 


A Natural Phenomenon YES 
(e.g., energy or 
magnetism) 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks 


[1184 OG 87] 


Department of Commerce 
Patent and Trademark Office 


Guidelines for Examination of Design Patent 
Applications For Computer-Generated Icons 


Agency: Patent and Trademark Office, Commerce 


Action: Notice 

Summary: The Patent and Trademark Office (PTO) is pub- 
lishing the final version of guidelines to be used by Office 
personnel in their review of design patent applications for com- 
puter-generated icons. Because these guidelines govern internal 
practices, they are exempt from notice and comment rulemaking 
under 5 U.S.C. 553(b)(A). 

Effective Date: April 19, 1996. 

For Further Information Contact: John Kittle by telephone at 
(703) 308-1495, by telefax at (703) 305-3600, by electronic 
mail through the INTERNET to “iconpat@uspto.gov,” or by 
mail addressed to the Assistant Commissioner for Patents, 
Washington, D.C. 20231, Attn: John Kittle, Director, Group 
1100/2900, Crystal Plaza 3, 8D19. 


Supplementary Information: 
I. Discussion of Public Comments 


Comments were received by the PTO from eleven different 
individuals in response to the request for comments on the 
interim guidelines for examination of design patent applications 
for computer-generated icons published October 5, 1995 (60 
FR 52170). All comments have been carefully considered. 

Two comments suggested the adoption of the interim guide- 
lines as proposed. However, a number of changes have been 
made to the interim guidelines in response to the other com- 
ments. 

One comment suggested that computer-generated icons are 
not “ornamental” designs within the meaning of 35 U.S.C. 171 
because they are dictated by purely functional considerations. 
These guidelines do not address the procedures to be used by 
PTO personnel in assessing design ornamentality. Compliance 
with the ornamentality requirement of 35 U.S.C. 171 will be 
addressed on a case-by-case basis pursuant to prevailing laws, 
tules, and regulations. In this regard, prevailing case law, such 
as Avia Group Int’l, Inc. v. L.A. Gear California, Inc., 853 
F.2d 1557, 1563 (Fed. Cir. 1988), indicates that a distinction 
exists between the functionality of an article and the function- 
ality of the design of the article that performs the function. 
Based on this distinction, the design of a computer-generated 
icon may not be dictated by the function associated with the 
computer-generated icon. 

Many of the comments suggested that the PTO delete the 
requirement for a solid line depiction of the article of manufac- 
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ture on the ground that it is not legally required. The PTO has 
adopted this suggestion. The final guidelines simply require a 
depiction of an article of manufacture in either solid or broken 
lines. 

Two comments suggested that the PTO delete any require- 
ment to depict an article of manufacture on the ground that 
indication of an article of manufacture in the title should be 
sufficient. This suggestion was not adopted. The depiction of 
an article of manufacture is necessary to ensure that any design 
patent covers more than mere abstract, two-dimensional, sur- 
face ornamentation. 

One comment suggested that the language in the guidelines 
be amended to clarify that the guidelines satisfy the “design 
for an article of manufacture” requirement of 35 U.S.C. 171. 
This suggestion has not been followed. Computer-generated 
icons are designs within the meaning of 35 U.S.C. 171, but 
must be embodied in an article of manufacture to satisfy the 
statute. These guidelines are directed to determining whether 
the icon is embodied in an article of manufacture, not whether 
it is a design. 

One comment suggested that the guidelines be amended to 
clarify that the drawing must contain a sufficient number of 
views to constitute a complete disclosure of the appearance of 
the article as required by 37 CFR 1.152. This suggestion was 
based on the language in the interim guidelines that a computer- 
generated icon may be embodied in a portion of computer 
screen, monitor, or other display panel. This suggestion has 
been adopted. See footnote 6. 

One comment suggested that the interim guidelines be modi- 
fied to require the depiction of a central processing unit (CPU). 
This suggestion has not been adopted. The dependence of a 
computer-generated icon on a CPU for its existence is not a 
reason for requiring depiction of a CPU. 

One comment suggested deleting the rejection under 35 
U.S.C. 112, second paragraph for failure to depict the article 
of manufacture in solid lines. This suggestion has been adopted. 
Compliance with 35 U.S.C. 112, second paragraph, will be 
addressed on a case-by-case basis under the usual laws, rules, 
and regulations applied to such questions. 

One comment suggested that the guidelines include a state- 
ment that a portion of a computer screen can be represented 
by a breakout of a screen portion without screen borders, and 
some shade lines adjacent to the icon in the breakout portion 
to indicate a glass surface. The suggestion for a statement 
regarding a breakout portion was not specifically adopted. How- 
ever, a statement was added to footnote 6 indicating that the 
design drawing must meet the requirements of 37 CFR 1.84 
which provides for exploded, partial, and sectional views. 

One comment suggested that the guidelines include a state- 
ment that the characteristic feature statement can be an appro- 
priate invention title and that the title could be repeated as the 
characteristic feature statement. This suggestion has not been 
adopted. The characteristic feature statement should describe 
a particular feature of the design that is considered a feature 
of novelty or non-obviousness over the prior art. The guidelines 
already suggest appropriate titles. 

One comment suggested that some other form of intellectual 
property protection would be a more appropriate method of 
protecting rights in computer-generated icons. The availability 
of other forms of protection is not grounds for denying design 
patent protection to computer-generated icons which meet the 
requirements of section 171. 

One comment suggested that the interim guidelines may be 
construed as substantive rulemaking. The final guidelines have 
been amended to indicate that they govern the internal opera- 
tions of the PTO. The guidelines have been developed to assist 
PTO personnel in their review of design patent applications 
covering computer-generated icons for compliance with the 
“article of manufacture” requirement of 35 U.S.C. 171. 


Il. Guidelines for Examination of Design Patent Applica- 
tions for Computer-Generated Icons 


The following guidelines have been developed to assist PTO 
personnel in determining whether design patent applications 
for computer-generated icons comply with the “article of manu- 
facture” requirement of 35 U.S.C. 171.’ 
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A. General Principle Governing Compliance with the 
“Article of Manufacture” Requirement 


The PTO considers designs for computer-generated icons” 
embodied in articles of manufacture to be statutory subject 
matter eligible for design patent protection under section 171. 
Thus, if an application claims a computer-generated icon shown 
on a computer screen, monitor, other display panel, or a portion 
thereof,’ the claim complies with the “article of manufacture” 
requirement of section 171.‘ 


B. Procedures for Evaluating Whether Design Patent 
Applications Drawn to Computer-Generated Icons Comply 
With the “Article of Manufacture” Requirement 


PTO personnel shall adhere to the following procedures when 
reviewing design patent applications drawn to computer-gener- 
ated icons for compliance with the “article of manufacture” 
requirement of section 171. 


1. Read the entire disclosure to determine what the applicant 
claims as the design’ and to determine whether the design is 
embodied in an article of manufacture. 37 CFR 1.71 and 1.152- 
54. 

a. Review the drawing to determine whether a computer 
screen, monitor, other display panel, or portion thereof, is 
shown. 37 CFR 1.152.° 

b. Review the title to determine whether it clearly describes 
the claimed subject matter.’ 37 CFR 1.153. 

c. Review the specification to determine whether a charac- 
teristic feature statement is present. 37 CFR 1.71. If a character- 
istic feature statement is present, determine whether it describes 
the claimed subject matter as a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or portion thereof.* 


2. If the drawing does not depict a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or a portion thereof, in either solid or broken lines, reject the 
claimed design under section 171 for failing to comply with 
the article of manufacture requirement. 

a. If the disclosure as a whole does not suggest or describe 
the claimed subject matter as a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or portion thereof, indicate that: (i) the claim is fatally defective 
under section 171; and (ii) amendments to the written descrip- 
tion, drawings and/or claim attempting to overcome the rejec- 
tion will not be entered because they would lack a written 
descriptive basis under 35 U.S.C. 112, first paragraph, and 
would constitute new matter under 35 U.S.C. 132. 

b. If the disclosure as a whole suggests or describes the 
claimed subject matter as a computer-generated icon embodied 
in a computer screen, monitor, other display panel, or portion 
thereof; indicate that the drawing may be amended to overcome 
the rejection under section 171. Suggest amendments which 
would bring the claim into compliance with section 171. 


3. Indicate all objections to the disclosure for failure to 
comply with the formal requirements of the Rules of Practice 
in Patent Cases. 37 CFR 1.71, 1.81-85, and 1.152-154. Suggest 
amendments which would bring the disclosure into compliance 
with the formal requirements of the Rules of Practice in Patent 
Cases. 


4. Upon response by applicant: 

a. Approve entry of any amendments which have support 
in the original disclosure; and 

b. Review all arguments and the entire record, including 
any amendments, to determine whether the drawing, title, and 
specification clearly disclose a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or portion thereof. 


5. If, by a preponderance of the evidence,’ the applicant has 
established that the computer-generated icon is embodied in a 
computer screen, monitor, other display panel, or portion 
thereof, withdraw the rejection under section 171. 
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III. Effect of the Guidelines on Pending Design tions 
Drawn to Cungulen-Ganmaied Icons a 


PTO personnel shall follow the procedures set forth in this 
Notice when examining design patent applications for com- 
puter-generated icons pending in the PTO as of the effective 
date of these Guidelines. 


IV. Treatment of Type Fonts 


Traditionally, type fonts have been generated by solid blocks 
from which each letter or symbol was produced. Consequently, 
the PTO has historically granted design patents drawn to type 
fonts. PTO personnel should not reject claims for type fonts 
under Section 171 for failure to comply with the “article of 
manufacture” requirement on the basis that more modern 
methods of typesetting, including computer-generation, do not 
require solid printing blocks. 


V. Notes 


1. Further procedures for search and examination of design 
patent applications to ensure compliance with all other condi- 
tions of patentability are found in the Manual of Patent Exam- 
ining Procedure, Chapter 1500. 


2. Computer-generated icons, such as full screen displays 
and individual icons, are two-dimensional images which alone 
are surface ornamentation. See, e.g., Ex parte Strijland, 26 
USPQ2d 1259, 1262 (Bd. Pat App. & Int. 1992) (computer- 
generated icon alone is merely surface ornamentation). 


3. Since a patentable “design is inseparable from the object 
to which it is applied and cannot exist alone merely as a scheme 
of surface ornamentation,” a computer-generated icon must be 
embodied in a computer screen, monitor, other display panel, or 
portion thereof, to satisfy section 171. MPEP 1502; 1504.01.A. 


4. “We do not see that the dependence of the existence of 
a design on something outside itself is a reason for holding it 
is not a design ‘for an article of manufacture.’” In re Hruby, 
153 USPQ 61, 66 (CCPA 1967) (design of water fountain 
patentable design for an article of manufacture). The depen- 
dence of a computer-generated icon on a central processing 
unit and computer program for its existence itself is not a reason 
for holding that the design is not for an article of manufacture. 


5. Since the claim must be in formal terms to the design “as 
shown, or as shown and described,” the drawing provides the 
best description of the claim. 37 CFR 1.153. 


6. Although a computer-generated icon may be embodied 
in only a portion of a computer screen, monitor, or other display 
panel. the drawing “must contain a sufficient number of views 


to constitute a complete disclosure of the appearance of the 
article.” 37 CFR 1.152. In addition, the drawing must comply 
with 37 CFR 1.84. 


7. The following titles do not adequately describe a design 
for an article of manufacture under section 171: “computer 
icon;” or “icon.” On the other hand, the following titles do 
adequately describe a design for an article of manufacture under 
section 171: “computer screen with an icon;” “display panel 
with a computer icon;” “portion of a computer screen with an 
icon image;” “portion of a display panel with a computer icon 
image;” or “portion of a monitor displayed with a computer 
icon image.” 


8. See McGrady v. Aspenglas Corp., 487 F. Supp. 859, 861, 

208 USPQ 242, 244 (S. DN N.Y. 1980) (descriptive statement in 
design patent application narrows claim scope). 
9. See In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 
1444 (Fed. Cir. 1992) (“After evidence or argument is submitted 
by the applicant in response, patentability is determined on the 
vcxality of the record, by a preponderance of evidence with due 
consideration to persuasiveness of argument.”). 


March 14, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Guidance On and 
PCT Applications Drawn to 
Computer-Related Inventions 


The following guidance should be applied when searching 
and examining a PCT application drawn to a computer-related 
invention: 


Chapter I (Form 210 Search Report) 


Under Chapter I, Office personnel conduct an international 
search and prepare an international search report on all subject 
matter searched and examined in U.S. national applications. 
Routinely, such subject matter includes inter alia computer- 
related inventions. Under the Examination Guidelines for Com- 
puter-Related Inventions (Guidelines), Office personnel con- 
duct a complete examination, including a thorough search of the 
prior art, for all U.S. national applications drawn to computer- 
related inventions regardless of whether the claims recite statu- 
tory subject matter. See 61 Fed. Reg. 7478 (Feb. 28, 1996); 
1184 OG 87 (March 26, 1996). Thus, Office personnel must 
conduct an international search, and prepare an international 
search report, on all PCT applications drawn to computer- 
related inventions.' 

Office personnel are reminded that, when completing Sec- 
tion C. of the search report (Documents Considered To Be 
Relevant), the prior art references should be categorized as 
either “A”, “X” or “Y” based on the claims read in light of 
the disclosure. Also, the citations should indicate which claims 
are relevant to the reference. 


(93) 


Chapter II (Form 408 Written Opinion and Form 409 IPER) 


Under Chapter II, Office personnel conduct a preliminary 
examination and prepare an international preliminary examina- 
tion report (IPER). In the examination, Office personnel deter- 
mine whether the claimed invention satisfies the criteria for 
novelty, inventive step, and industrial applicability. For PCT 
applications drawn to computer-related inventions, Office per- 
sonnel should use the Guidelines as an aid in determining 
whether the claimed invention satisfies the criteria for industrial 
applicability. Often, a claimed invention determined to be non- 
statutory under the Guidelines will not satisfy the criteria for 
industrial applicability because the claimed invention cannot 
be made or used in the technological sense in any kind of 
industry. See PCT Article 33(4). 

Office personnel are reminded, however, that written opin- 
ions and IPERs should not cite U.S. statutes, regulations, or 
case law except those which pertain to PCT. In the same manner, 
written opinions and IPERs should not reference the Guidelines 


per se. 


' Accordingly, Item 1. of Box I. in the search report is not 

in rare circumstances, Office personnel will be unable to 

ee it is impossible to determine the subject matter of the PCT application. 
that circumstance, Item 2. of Box I. ew yp ay a 

= ve dalibebinmae lracomamnanenaaieiones 


July 22, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 3 


[Docket No. 9504087-5087-01] 
RIN: 06651-AA76 


Changes to Implement 20-Year Patent 
Term and Provisional Applications 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases, Parts 1 and 3 of title 37, 
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Code of Federal Regulations, to establish procedures for: (1) 
filing and g provisional application papers; (2) calcu- 
lating the length of any patent term extension to which an 
applicant is entitled where the issuance of a patent on an applica- 
tion filed on or after June 8, 1995 (the implementation date 
of the 20-year patent term provisions of the Uruguay Round 
Agreements Act), other than for designs, was delayed due to 
interference s, the imposition of a secrecy order and/ 
or appellate review; and (3) implementing certain transitional 
provisions contained in the Uruguay Round Agreements Act. 


Effective Date: June 8, 1995. 


For Further Information Contact: Magdalen Y. Greenlief or 
John F. Gonzales, Senior Legal Advisors, Office of the Deputy 
Assistant Commissioner for Patent Policy and Projects, by 
telephone at (703) 305-9285, by fax at (703) 308-6916 or by 
mail marked to their attention and addressed to the Commis- 
sioner of Patents and Trademarks, Box DAC, Washington, D.C. 
20231. 


Supplementary Information: The Uruguay Round Agreements 
Act (Public Law 103-465) was enacted on December 8, 1994. 
Public Law 103-465 amends 35 U.S.C. 154 to provide that the 
term of patent protection begins on the date of grant and ends 
20 years from the filing date of the application. The amendment 
applies to all utility and plant patents issued on applications 
having an actual United States application filing date on or after 
June 8, 1995. Specifically, 35 U.S.C. 154(a)(2), as contained in 
Public Law 103-465, provides that the patent term will begin 
on the date on which the patent issues and will end twenty 
years from the date on which the application was filed in the 
United States. If the application contains a specific reference 
to an earlier application under 35 U.S.C. 120, 121 or 365(c), 
the patent term will end twenty years from the date on which 
the earliest application referred to was filed. As amended by 
Public Law 103-465, 35 U.S.C. 154 does not take into account 
for ion of the patent term any application on which 
priority is claimed under 35 U.S.C. 119, 365(a) or 365(b). 

Under 35 U.S.C. 154(b)(1), as contained in Public Law 103- 
465, if the issuance of an original patent is delayed due to 
interference ings under 35 U.S.C. 135(a) or because 
the application is placed under a secrecy order under 35 U.S.C. 
181, the term of the patent shall be extended for the period of 
delay, but in no case more than five (5) years. 

Under 35 U.S.C. 154(b)(2), as contained in Public Law 103- 
465, if the issuance of a patent is delayed due to appellate 
review by the Board of Patent Appeals and Interferences or 
by a Federal court and the patent is issued pursuant to a decision 
in the review reversing an adverse determination of patent- 
ability, the term of the patent shall be extended for a period 
of time but in no case more than five (5) years. However, a 
patent shall not be eligible for extension under 35 U.S.C. 
154(b)(2) if the patent is subject to a terminal disclaimer due 
to the issuance of another patent claiming subject matter that 
is not patentably distinct from that under liate review. 

Under 35 U.S.C. 154(b)(3)(B) and 154(b)(3)(C), as contained 
in Public Law 103-465, the period of extension under 35 U.S.C. 
154(b)(2) shall be reduced by any time attributable to appellate 
review before the expiration of three (3) years from the filing 
date of the application and for any period of time during which 
the applicant for patent did not act with due diligence, as 
determined by the Commissioner. 

Under 35 U.S.C. 154(b)(4), as contained in Public Law 103- 
465, the total duration of all extensions of a patent under 35 
U.S.C. 154(b) shall not exceed five (5) years. 

The provisions for patent term extension under 35 U.S.C. 
154(b) are separate from and in addition to the patent term 
extension provisions of 35 U.S.C. 156. The patent term exten- 
sion provisions of 35 U.S.C. 154(b) are designed to compensate 
the patent owner for delays in issuing a patent, whereas the 
patent term extension provisions of 35 U.S.C. 156 are designed 
to restore term lost to premarket review after the 

tt of a patent. In order to prevent a term extension under 
35 U.S.C. 154(b) from precluding a term extension under 35 
U.S.C. 156, Public Law 103-465 amends 35 U.S.C. meg 
to specify that the term has never been extended under 35 
U.S.C. 156(e)(1). 
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The 20-year patent term provision is contained in 35 U.S.C. 
154, as amended by Public Law 103-465. Section 154 of title 
35, United States Code, applies to utility and plant patents, but 
not to design patents. The term of a design patent is defined 
in 35 U.S.C. 173 as fourteen (14) years from the date of grant. 
Therefore, the patent term and patent term extension provisions 
set forth in 35 U.S.C. 154, as amended by Public Law 103- 
465, do not apply to patents for designs. 

In addition, Public Law 103-465 establishes a domestic pri- 
ority system. In accordance with the provisions of the Paris 
Convention for the Protection of Industrial Property, the term 
of a patent cannot include the Paris Convention priority period. 
Public Law 103-465 provides a mechanism to enable applicants 
to quickly and inexpensively file provisional applications. 
Applicants will be entitled to claim the benefit of priority in 
a given application based upon a previously filed provisional 
application in the United States. The domestic priority period 
will not count ir the measurement of the term. 

Section 111 of title 35, United States Code, was amended 
by Public Law 103-465 to provide for the filing of a provisional 
application on or after June 8, 1995. Section 41(a)(1) of title 
35, United States Code, was amended by Public Law 103-465 
to provide a $150.00 filing fee for each provisional application, 
subject to a fifty (50) percent reduction for a small entity. 
The requirements for obtaining a filing date for a provisional 
application are the same as those which previously existed for 
an application filed under 35 U.S.C. 111, except that no claim 
or claims as set forth in 35 U.S.C. 112, second paragraph, is 
required. Moreover, no oath/declaration as set forth in 35 U.S.C. 
115 is required. The provisional application is also not subject to 
the provisions of 35 U.S.C. 131, 135 and 157, i.e., a provisional 
application will not be examined for patentability, placed in 
interference or made the subject of a statutory invention regis- 
tration. Further, the provisional application will automatically 
be abandoned no later than twelve (12) months after its filing 
date and will not be subject to revival to restore it to pending 
status beyond a date which is after twelve (12) months from 
its filing date. A provisional application will not be entitled to 
claim priority benefits based on any other application under 
35 U.S.C. 119, 120, 121 or 365. 

Also, Public Law 103-465 amended 35 U.S.C. 119 to allow 
an applicant to claim the benefit of the filing date of one 
or more copending provisional applications in a later filed 
application for patent under 35 U.S.C. 111(a) or 363. The later 
filed application for patent under 35 U.S.C. 111(a) or 363 must 
be filed by an inventor or inventors named in the copending 
provisional application not later than 12 months after the date 
on which the provisional application was filed and must contain 
or be amended to contain a specific reference to the provisional 
application. The provisional application must disclose an inven- 
tion which is claimed in the application for patent under 35 
U.S.C. 111(a) or 363 in the manner provided by the first para- 
graph of 35 U.S.C. 112. In addition, the provisional application 
must be pending on the filing date of the application for patent 
under 35 U.S.C. 111(a) or 563 and the filing fee set forth in 
subparagraph (A) or (C) of 35 U.S.C. 41(a)(1) must be paid. 

Since 35 U.S.C. 154(a)(3), as contained in Public Law 103- 
465, excludes from the determination of the patent term any 
application on which priority is claimed under 35 U.S.C. 119, 
365(a) or 365(b), the filing date of a provisional application 
is not considered in determining the term of any patent. 

Section 119(e)(1) of title 35, United States Code, provides 
that if all of the conditions of 35 U.S.C. 119(e)(1) and (e)(2) 
are met, an application for patent filed under 35 U.S.C. 111(a) 
or 363 shall have the same effect as though filed on the date 
of the provisional application. Thus, the effective United States 
filing date of an application for patent filed under 35 U.S.C. 
111(a), and entitled to benefits under 35 U.S.C. 119(e), is the 
filing date of the provisional application. Any patent granted 
on such an application, is prior art under 35 U.S.C. 102(e) as 
of the filing date of the provisional application. 

Likewise, the effective United States filing date of a patent 
issued on an international application filed under 35 U.S.C. 
363, and entitled to benefits under 35 U.S.C. 119(e), is the 
filing date of the provisional application, except for the 
of applying that patent as prior art under 35 U.S.C. 102(e). For 
that purpose only, 35 U.S.C. 102(e) defines the filing date of 
the international application as the date the requirements of 35 
U.S.C. 371(c)(1), (c)(2) and (c)(4) were fulfilled. 
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Public Law 103-465 further includes transitional provisions 
for limited reexamination in certain applications pending for 
two (2) years or longer as of June 8, 1995, taking into account 
any reference to any earlier application under 35 U.S.C. 120, 
121 or 365(c). The transitional provisions also it examina- 
tion of more than one independent and distinct invention in 
certain applications pending for three (3) years or longer as of 
June 8, 1995, taking into account any reference to any earlier 
application under 38 U.S.C. 120, 121 or 365(c). These transi- 
tional provisions are not applicable to any application which 
is filed after June 8, 1995, regardless of whether the application 
is a continuing application. 

The amendments to title 35 relating to 20-year patent term, 
patent term extension, provisional applications and the transi- 
tional provisions are effective on the date which is six (6) 
months after the date of enactment, i.e., on June 8, 1995 

A Notice of Proposed Rulemaking was published in the 
Federal Register at 59 FR 63951 (December 12, 1994) and in 
the Patent and Trademark Office Official Gazette at 1170 Off. 
Gaz. Pat. Office 377-390 (January 3, 1995). 

Forty-nine written comments were received in response to 
the Notice of Proposed Rulemaking. A public hearing was held 
at 9:30 a.m. on February 16, 1995. Fourteen individuals offered 
oral comments at the hearing. The forty-nine written comments 
and a transcript of the hearing are available for public inspection 
in the Special Program Law Office, Office of the Deputy Assis- 
tant Commissioner for Patent Policy and Projects, Room 520, 
Crystal Park I, 2011 Crystal Drive, Arlington, Virginia, and 
are available on the Internet through anonymous file transfer 
protocol (ftp), address: ftp.uspto.gov. 

The following includes a discussion of the rules being added 
or amended, the reasons for those additions and amendments 
and an analysis of the comments received in response to the 
Notice of Proposed Rulemaking. 

Changes in text: The final rules contain numerous changes 
to the text of the rules as proposed for comment. Those changes 
are discussed below. Familiarity with the Notice of Proposed 
Rulemaking is assumed. 

Section 1.9(a)(1) is being changed for clarity to define a 


national application as a U.S. application for patent which was 
either filed in the Office under 35 U.S.C. 111, or which entered 
the national stag 


e from an international application after compli- 
ance with 35 U.S.C. 371. Also, a new paragraph (a)(3) is being 
added to define the term “nonprovisional application” as a U.S. 
national application for patent which was either filed in the 
Office under 35 U.S.C. 111(a), or which entered the national 
stage from an international application after compliance with 


35 U.S.C. 371. 
The pi deletion of § 1.60 is being withdrawn. There- 
re § 1.17@) is being changed to retain the reference to § 
1.60. 


Section 1.17(q) is being changed to delete the fifty (50) 
percent reduction for small entities in the $50.00 fee established 
for filing a petition under § 1.48 in a provisional application 
and a petition to accord a provisional application a filing date 
or to convert an application filed under § 1.53(b)(1) to a provi- 
sional application. 

Sections 1.17(r) and (s) are being changed to include a fifty 
(50) percent reduction for small entities in the fees established 
for entry of a submission after final rejection under § 1.129(a) 
and for each additional invention requested to be examined 
under § 1.129(b). In the final rule, the fee required by §§ 1.17(r) 
and 1.17(s) from a small entity is $365.00. The fee required 

m other than a small entity is $730.00. 

The elimination of the small entity reduction in § 1.17(q) 
and the addition of the small entity reduction in §§ 1.17(r) and 
(s) are the result of additional review, which resulted in the 
conclusion that the fees established for the transitional proce- 
dures in §§ 1.129(a) and (b) may be reduced by fifty (50) 
percent for small entities. However, the petition fees required 
by § 1.17(q) are not subject to the fifty (50) percent reduction 
for small entities. 

The proposed deletion of the retention fee practice set forth 
in former § 1.53(d), now redesignated § 1.53(d)(1), is being 
withdrawn. Therefore, § 1.21(1) is being retained and amended 
to refer to § 1.53(d)(1). Also, the proposed change in the text 
to § 1.17(n) is being withdrawn, since § 1.60 is being retained. 

Section 1.28(a) is being changed to clarify the procedure 
for establishing status as a small entity in a nonprovisional 
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application claiming benefit under 35 U.S.C. 119(e), 120, 121, 
or 365(c) of a prior application. In such cases, applicants may 
file a new verified statement or they may rely on a verified 
statement filed in the prior application, if status as a small 
entity is still proper and desired. If applicants intend to rely 
on a verified statement filed in the prior application, applicants 
must include in the nonprovisional application either a reference 
to the verified statement filed in the prior application or a copy 
of the verified statement filed in the prior application. A verified 
statement in compliance with existing § 1.27 is required to be 
filed in each provisional application in which it is desired to 
pay reduced fees. 

Section 1.45(c), first sentence, is being changed for clarity 
to refer to a “nonprovisional” application. 

Section 1.48 is being changed to include a new paragraph 
(e) setting forth the procedure for deleting the name of a person 
who was erroneously named as an inventor in a provisional 
application. The procedure requires an amendment deleting the 
name of the person who was erroneously named accompanied 
by: a petition including a statement of facts verified by the 
person whose name is being deleted establishing that the error 
occurred without deceptive intention; the fee set forth in § 
1.17(q); and the written consent of any assignee. The first 
sentences of §§ 1.48(a)-(c) are also being changed for clarity 
to refer to a “nonprovisional” application. 

Section 1.51(a)(2)(i) is being changed to require that the 
provisional application cover sheet include the residence of 
each named inventor and, if the invention was made by an 
agency of the U.S. Government or under a contract with an 
agency of the U.S. Government, the name of the U.S. Govern- 
ment agency and Government contract number. The residence 
of each named inventor is information which is necessary to 
identify those provisional applications which must be reviewed 
by the PTO for foreign filing licenses. If the invention disclosed 
in the provisional application was made by an agency of the 
U.S. Government or under a contract with an agency of the 
U.S. Government, the security review for that application 
should already have been done by that agency of the U.S. 
Government. Therefore, identification of those particular provi- 
sional applications on the cover sheet will reduce the number 
of applications which the PTO must forward to other agencies 
of the U.S. Government for security review. 

nor 1.53(b)(1) is being changed to retain the reference 
to § 1.60. 

Section 1.53(b)(2)(ii) is being changed to require that any 
petition and petition fee to convert a § 1.53(b)(1) application to 
a provisional application be filed in the § 1.53(b)(1) application 
prior to the earlier of the abandonment of the § 1.53(b)(1) 
application, the payment of the issue fee, the expiration of 
twelve (12) months after the filing date of the § 1.53(b)(1) 
application, or the filing of a request for a statutory invention 
registration under § 1.293. Where the § 1.53(b)(1) application 
was abandoned before the expiration of twelve (12) months 
after the filing date of the application, a petition to convert the 
application to a provisional application may be filed in the § 
1.53(b)(1) application if the petition to convert is filed prior 
to the expiration of twelve (12) months after the filing date of the 
§ 1.53(b)(1) application and is a by an appropriate 
petition to revive an med application a § 1.137. 

Section 1.53(b)(2)(iii) is being changed to indicate that the 
requirements of §§ 1.821-1.825 regarding application disclo- 
sures containing nucleotide and/or amino acid sequences are 
not mandatory for provisional applications. 

Section 1 33(@X) is being changed to retain the retention 
fee practice. to delete the retention fee practice 
set forth in § 1.53(d) is being withdrawn. 

The first sentences of §§ 1.55(a) and (b) are being changed 
for clarity to refer to a “nonprovisional” application. Also, §§ 
1.55(a) and (b) are being changed to clarify that the nonprovi- 
sional application may claim the benefit of one or more prior 
foreign applications or one or more applications for inventor’s 
certificate. 

Section 1.59 is being changed to retain the reference to the 
retention fee set forth in § 1.21(1) and to clarify that the retention 
fee practice applies only to applications filed under § 1.53(b)(1). 

The proposal to delete § 1.60 is being withdrawn. Therefore, 
§ 1.60 is being retained and amended to clarify in the title of 
the section and in paragraph (b)(1) that the set forth 
in the section is only available for filing a continuation or 
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divisional application if the prior application was a nonprovi- 
sional application and complete as set forth in § 1.51(a)(1). 

Also, paragraph (b)(4) is being amended to delete the require- 

ment that the statement which must accompany the copy of 
the prior application include the language that “no amendments 
referred to in the oath or declaration filed to complete the prior 
application introduced new matter therein.” The requirement 
is unnecessary because any amendment filed to complete the 
prior application would be considered a part of the original 
disclosure of the prior application and, by definition, could not 
contain new matter. Also, paragraph (b)(4) is being amended 
to refer to § 1.17(i). 

Section 1.62(a) is being changed to refer to a prior complete 
“nonprovisional” application and to clarify that a continuing 
application may be filed under § 1.62 after payment of the 
issue fee if a petition under § 1.313(b)(5) is granted in the prior 
application. Section 1.62(a) is also being changed to clarify 
the existing practice that the request for a § 1.62 application 
must include identification of the inventors named in the prior 
application. 

Section 1.63(a) is being changed for clarity to refer to an oath 
or declaration filed as a part of a “nonprovisional” application. 

Section 1.67(b) is being changed for clarity to refer to a 
“nonprovisional” application. 

Sections 1.78(a)(1) and (a)(2) are being changed to refer to 
a “nonprovisional” application and to clarify that the nonprovi- 
sional application may claim the benefit of one or more prior 
copending nonprovisional applications or international applica- 
tions designating the United States of America. Section 
1.78(a)(1)(ii) is being changed to ain the reference to § 1.60. 
Section 1.78(a)(1)(iii) is being retained and amended to refer 
to §§ 1.53(b)(1) and 1.53(d)(1). 

Sections 1.78(a)(3) and (a)(4) are being changed to refer to 
a “nonprovisional” application and to clarify that the nonprovi- 
sional application may claim the benefit of one or more prior 

ing provisional applications. 

Section 1.78(a)(3) is also being changed to remind applicants 
and practitioners that when the last day of pendency of a provi- 
sional application falls on a Saturday, Sunday, or Federal hol- 
iday within the District of Columbia, any nonprovisional 
application claiming benefit of the provisional application must 
be filed prior to the Saturday, Sunday, or Federal holiday within 
the District of Columbia. Section 111(b)(5) of title 35, United 
States Code, states that a provisional application is abandoned 
twelve months after its filing date. Sections 119(e)(1) and (e)(2) 
of title 35, United States Code, require that a nonprovisional 
application claiming benefit of a prior provisional application 
be filed not later than twelve months after the date on which 
the provisional application was filed and that the provisional 
application be pending on the filing date of the nonprovisional 
application. Under §§ 1.6 and 1.10, no filing dates are accorded 
to applications on a Saturday, Sunday, or Federal holiday within 
the District of Columbia. Thus, if a provisional application is 
abandoned by operation of 35 U.S.C. 111(b)(5) on a Saturday, 
Sunday, or Federal holiday within the District of Columbia, a 
nonprovisional application claiming benefit of the provisional 
application under 35 U.S.C. 119(e) must be filed no later than 
the preceding day which is not a Saturday, Sunday, or Federal 
holiday within the District of Columbia. 

Section 1.78(a)(4) is also being changed to delete the require- 
ment that the reference in the nonprovisional application to the 
provisional application indicate the relationship of the applica- 
tions. As a result of the change, § 1.78(a)(4) provides that a 
nonprovisional application claiming benefit of one or more 
provisional applications must contain a reference to each provi- 
sional application, identifying it as a provisional application 
and including the provisional application number (consisting 
of series code and serial number). However, the section does 
not require the nonprovisional application to identify the non- 
provisional application as a continuation, divisional or continu- 
ation-in-part application of the provisional application. 

Section 1.83(a) is being changed to delete the proposed 
redesignation of paragraph (a) and to delete proposed paragraph 
(a)(2). Also, §§ 1.83(a) and (c) are being changed for clarity 
to refer to a “nonprovisional” application. Further, § 1.83(c) 
is being changed to remove the reference to paragraph (a)(1). 

Section 1.101 is being changed for clarity to refer to a “non- 
provisional” application. 
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Sections 1.129(a) and (b) are being changed to identify the 
effective date of 35 U.S.C. 154(a)(2) as June 8, 1995. 

Further, § 1.129(a) is being changed to provide that the first 
and second submissions and fees set forth in § 1.17(r) must 
be filed prior to the filing of an Appeal Brief, rather than prior 
to the filing of the Notice of Appeal, and prior to abandonment 
of the application. The requirement that the fee set forth in § 
1.17(r) be filed within one month of the notice refusing entry 
is being deleted. Section 1.129(a) is also being changed to 
provide that the finality of the final rejection is automatically 
withdrawn upon the timely filing of the submission and payment 
of the fee set forth in § 1.17(r). The language indicating that 
the submission would be entered and considered after timely 
payment of the fee set forth in § 1.17(r) “to the extent that it 
would have been entered and considered if made prior to final 
rejection” is being deleted. In view of the magnitude of the 
fee set forth in § 1.17(r), the next PTO action following timely 
payment of the fee set forth in § 1.17(r) will be equivalent to 
a first action in a continuing application. Under existing PTO 
practice, it would not be proper to make final a first Office action 
in a continuing application where the continuing application 
contains material which was presented in the earlier application 
after final rejection or closing of prosecution but was denied 
entry because (1) new issues were raised that required further 
consideration and/or search, or (2) the issue of new matter was 
raised. The identical procedure will apply to examination of a 
submission considered as a result of the procedure under § 
1.129(a). Thus, under § 1.129(a), if the first submission after 
final rejection was initially denied entry in the application 
because (1) new issues were raised that required further consid- 
eration and/or search, or (2) the issue of new matter was raised, 
then the next action in the application will not be made final. 
Likewise, if the second submission after final rejection was 
initially denied entry in the application because (1) new issues 
were raised that required further consideration and/or search, 
or (2) the issue of new matter was raised, then the next action 
in the application will not be made fina!. In view of 35 U.S.C. 
132, no amendment considered as a result of the payment of 
the fee set forth in § 1.17(r) may introduce new matter into 
the disclosure of the application. 

Section 1.129(b)(1) is being changed to identify the date 
which is two months prior to the effective date of 35 U.S.C. 
154(a)(2) as April 8, 1995. Section 1.129(b)(1) is also being 
changed to clarify in subsection (ii) that the examiner has not 
made a requirement for restriction in the present or parent 
application prior to April 8, 1995, due to actions by the appli- 
cant. 

Section 1.129(b)(2) is being changed to delete the identifica- 
tion of the period provided for applicants to respond to a notifi- 
cation under § 1.129(b) as one month. The time period for 
response will be identified in any written notification under § 
1.129(b) and will usually be one month, but in no case will it 
be less than thirty days. The period may be extended under § 
1.136(a). The language is also being changed to provide that 
applicant may respond to the notification by (i) electing the 
invention or inventions to be searched and examined, if no 
election has been made prior to the notice, and paying the fee 
set forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in excess of one which applicant 
elects, (ii) confirming an election made prior to the notice and 
paying the fee set forth in § 1.17(s) for each independent and 
distinct invention claimed in the application in addition to the 
one invention which applicant previously elected, or (iii) filing a 
petition under § 1.129(b)(2) traversing the requirement without 
regard to whether the requirement has been made final. No 
petition fee is required. The section is also being changed to 
provide that if the petition under § 1.129(b)(2) is filed in a 
timely manner, the original time period for electing and paying 
the fee set forth in § 1.17(s) will be deferred and any decision 
on the petition affirming or modifying the requirement will set 
a new time period to elect the invention or inventions to be 
searched and examined and to pay the fee set forth in § 1.17(s) 
for each independent and distinct invention claimed in the 
application in excess of one which applicant elects. 

Section 1.129(c) is being changed to clarify that the provis- 
ions of §§ 1.129(a) and (b) are not applicable to any application 
filed after June 8, 1995. However, any application filed on 
June 8, 1995 would be subject to a 20-year patent term. 
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Section 1.137 is being amended by revising paragraph (c) 
to eliminate, in all applications filed on or after June 8, 1995, 
except design applications, the requirement that a terminal 
disclaimer accompany any petition under § 1.137(a) not filed 
within six (6) months of the date of the abandonment of the 
application. The language “filed before June 8, 1995” and “filed 
on or after June 8, 1995” as used in the amended rule, refer 
to the actual United States filing date, without reference to any 
claim for benefit under 35 U.S.C. 120, 121 or 365. No change 
to § 1.137 was proposed in the Notice of Proposed Rulemaking. 
However, in all applications filed on or after June 8, 1995, 
except design applications, any delay in filing a petition under 
§ 1.137(a) will automatically result in the loss of patent term. 
The loss of patent term will be the incentive for applicants to 
promptly file any petition to revive. Therefore, no need is seen 
for requiring a terminal disclaimer in such applications. It would 
amount to a ty if a terminal disclaimer was required. 

Section 1.316 is being amended by revising paragraph (d) 
to eliminate, in all applications filed on or after June 8, 1995, 
except design applications, the requirement that a terminal 
disclaimer accompany any petition under § 1.316(b) not filed 
within six (6) months of the date of the abandonment of the 
application. Acceptance of a late payment of an issue fee in 
a design application is specifically provided for in § 1.155. 
Therefore, § 1.316 does not apply to design applications. The 
language “filed before June 8, 1995” as used in the amended 
tule, refers to the actual United States filing date, without 
reference to any claim for benefit under 35 U.S.C. 120, 121 
or 365. No change to § 1.316 was proposed in the Notice of 
Proposed Rulemaking. However, in all applications filed on or 
after June 8, 1995, except design applications, any delay in 
filing a petition under § 1.316(b) will automatically result in 
the loss of patent term. The loss of patent term will be the 
incentive for applicants to promptly file any petition under § 
1.316(b). Therefore, no need is seen for requiring a terminal 
disclaimer in such applications. It would amount to a penalty 
if a terminal disclaimer was required 

Section 1.317 is being amended by removing and reserving 
paragraph (d) to eliminate the requirement that a terminal dis- 
claimer accompany any petition under § 1.317(b) not filed 
within six (6) months of the date of lapse of the patent. No 
change to § 1.317 was proposed in the Notice of 
Rulemaking. However, the delay in filing a petition under § 
1.317(b) does not result in any gain of patent term. Therefore, 
= _— is seen for requiring a terminal disclaimer in such 


"Setties 1.701(a) is being changed to identify the implementa- 
proceedin; 


tion date as June 8, 1995, and to clarify that a 
35 U.S.C. 135(a) is an interference proceeding. 

Section 1.701(b) is being changed to provide that the term 
of a patent entitled to an extension under § 1.701 shall be 
extended for the sum of the periods of delay calculated under 
paragraphs (c)(1), (c)(2), (c)(3) and (d) of § 1.701 and the 
extension will run from the expiration date of the patent. The 
reference to a terminal disclaimer is being deleted to be consis- 
tent with § 1.701(a)(3) and to avoid any confusion. 

Section 1.701(c)(1)(i) is being changed for clarity by deleting 
the phrase “if any” after the first occurrence of “interference” 
and by inserting the same phrase after the phrase “the number 
of days.” 

Section 1.701(c)(1)(ii) is being changed to clarify that the 

period referred to ends on the “date of the termination of the 
suspension” rather than on the date of the next PTO communica- 
tion reopening prosecution. 

Section 1.701(d)(1) is being amended to clarify that the 
“time” referred to is time “during the period of appellate 
review”. 

Section 1.701(d)(2) is being amended to clarify that the 
Commissioner, under the broad discretion granted by 35 U.S.C. 
154(b)(3)(C), has decided to limit consideration of applicant’s 
due diligence only to acts occurring during the period of appel- 
late review. The supplementary information published in the 
Notice of Proposed Rulemaking contained examples of what 

might be considered a lack of pa. diligence for purposes of § 
1.701(d)(2) as proposed. Specifically, the supplementary infor- 
mation identified requests for extensions of time to respond to 
Office communications, submission of a response which is not 
fully responsive to an Office communication, and filing of 
informal applications as examples. In view of the comments 


ig under 
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received and the language adopted in the final rules, those 
examples are withdrawn. Acts which the Commissioner con- 
siders to constitute prima facie evidence of lack of due diligence 
under § 1.701(d)(2) are suspensions at applicant’s request under 
§ 1.103(a) during the period of appellate review and abandon- 
ments during the period of appellate review. 


Discussion of Specific Rules 


Title 37 of the Code of Federal cna, arts 1 and 3, are 
being amended as indicated be 

Section 1.1 is being amended to add a paragraph (i) to provide 
a special “Box Provisional Patent Application” address to assist 
the Mail Room in separating and processing provisional appli- 
cations and mail relating thereto. 

Section 1.9 is being amended to redesignate paragraph (a) 
as paragraph (a)(1) and to define a national application as a 
U.S. application for patent which was either filed in the Office 
under 35 U.S.C. 111, or which entered the national stage from 
an international application after compliance with 35 U.S.C. 
371. A new paragraph (a)(2) is being added to define the term 
“provisional application” as a U.S. national application filed 
under 35 U.S.C. 111(b). Also, a new paragraph (a)(3) is being 
added to define the term “nonprovisional application” as a U.S. 
national application for patent which was either filed in the 
Office under 35 U.S.C. 111(a), or which entered the national 
stage from an international application after compliance with 
35 U.S.C. 371. 

Sections 1.12 and 1.14 are being amended to replace the 
references to § 1.17(i)(1) with references to § 1.17(i). 

Sections 1.16(a)-(e) and (g) are being amended to clarify 
that those sections do not apply to provisional applications. 
A complete provisional application does not require claims. 
However, provisional applications may be filed with one or 
more claims as part of the application. Nevertheless, no addi- 
tional claim fee or multiple dependent claim fee will be required 
in a provisional application. Section 1.16(f) is being amended 
to insert the words “basic fee”. Section 1.16(e) refers to “the 
basic filing fee”. Current Office practice allows a design appli- 
cation to be filed without the design filing fee or the oath/ 
declaration as set forth in § 1.53(d)(1). The change to § 1.16(f) 
is merely for clarification. In addition, § 1.16(a) is being 
amended to replace the word “cases” with the word “applica- 
tions”, since the word “applications” is used elsewhere in the 
rule. 

Section 1.16 is also being amended to add a new paragraph 
(k) which lists the basic filing fee for a provisional application 
as $75.00 for a small entity (see §§ 1.9(c)-(f)) or $150.00 for 
other than a small entity as contained in Public Law 103-465. 
Since the filing fee for a provisional application is established 
by Public Law 103-465 as a 35 U.S.C. 41(a) fee, the filing fee 
for a provisional application will be subject to the fifty (50) 
percent reduction provided for in 35 U.S.C. 41(h). 

Further, § 1.16 is being amended to add a new paragraph 
(1) which establishes the surcharge required by new § 1.53(d)(2) 
for filing the basic filing fee or the cover sheet required by 
new § 1. FS 1(aX2) for a provisional application at a time later 
than the provisional application filing date as $25.00 for a small 
entity or $50.00 for other than a small entity. 

Section 1.17(h) is being amended to clarify that the $130.00 
petition fee for filing a petition for correction of inventorship 
under § 1.48 applies to all patent applications, except provi- 
sional applications. Paragraph (i)(1) is being redesignated as 

(i) and paragraph (i)(2) is being removed. The fee 
for a petition under § 1.102 to make an application special has 
been placed in paragraph (i). The words “of this part”, in § 1.17, 
paragraphs (h) and (i), are being — since the paragraphs 
currently refer to sections in parts other than Part 1. Section 
1.17(i) is also being amended to clarify that the fee set forth 
in paragraph (i) for filing a petition to accord a filing date under 
§ 1.53 applies to all patent applications, except provisional 
applications. 

A new § 1.17(q) is being added to establish a petition fee 
of $50.00 for filing a petition for correction of inventorship 
under § 1.48 in a provisional application and for filing a petition 
to accord a provisional application a filing date or to convert 
an application filed under § 1.53(b)(1) to a provisional applica- 
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tion. The petition fee set forth in § 1.17(q) is not reduced for 
a small entity. 

New §§ 1.17(r) and (s) are being added to establish the fees 
for entry of a submission after final rejection under § 1.129(a) 
and for each additional invention requested to be examined 
under § 1.129(b), respectively. These fees have been set at 
$365.00 for a small entity and $730.00 for other than a small 


entity. 

Section 1.21(1) is being amended to refer to § 1.53(d)(1). 

Section 1.28(a) is being amended to clarify the procedure 
for establishing status as a small entity in a nonprovisional 
application claiming benefit under 35 U.S.C. 119(e), 120, 121, 
or 365(c) of a prior application. In such cases, applicants may 
file a new verified statement or rely on a verified statement 
filed in the prior application, if status as a small entity is still 
proper and desired. If applicants intend to rely on a verified 
statement filed in the prior application, applicants must include 
in the nonprovisional application either a reference to the veri- 
fied statement filed in the prior application or a copy of the 
verified statement filed in the prior application. Status as a 
small entity may be established in a provisional application by 
complying with existing § 1.27. 

Section 1.45(c) is being amended to clarify that the first 
sentence applies to a “nonprovisional” application. Section 
1.45(c) is also being amended to add a second sentence relating 
to joint inventors named in a provisional application. The 
second sentence states that each inventor named in a provisional 
application must have made a contribution to the subject matter 
disclosed in the provisional application. All that § 1.45(c), 
second sentence, requires is that if a person is named as an 
inventor in a provisional application, that person must have 
made a contribution to the subject matter disclosed in the provi- 
sional application. 

Sections 1.48(a)-(c) are being amended to specify that the 
procedures for correcting an error in inventorship set forth 
in those sections apply to nonprovisional applications. New 
paragraph (d) is being added to establish a procedure for adding 
the name of an inventor in a provisional application, where the 
name was originally omitted without deceptive intent. Para- 
graph (d) does not require the verified statement of facts by 
the original inventor or inventors, the oath or declaration by 
each actual inventor in compliance with § 1.63 or the consent of 
any assignee as required in paragraph (a). Instead, the procedure 
requires the filing of a petition identifying the name or names 
of the inventors to be added and including a statement that the 
name or names of the inventors were omitted through error 
without deceptive intention on the part of the actual inventor(s). 
The statement would be required to be verified if made by a 
person not registered to practice before the PTO. The statement 
could be signed by a registered practitioner of record in the 
application or acting in a representative capacity under § 
1.34(a). The $50.00 petition fee set forth in § 1.17(q) would 
also be required. New paragraph (e) is also being added setting 
forth the procedure for deleting the name of a person who was 
erroneously named as an inventor in a provisional application. 
The procedure requires an amendment deleting the name of 
the person who was erroneously named accompanied by: a 
petition including a statement of facts verified by the person 
whose name is being deleted establishing that the error occurred 
without deceptive intention; the fee set forth in § 1.17(q); and 
the written consent of any assignee. 

Section 1.51 is being amended to redesignate § 1.51(a) as 
§ 1.51(a)(1) and to include a new paragraph (a)(2) identifying 
the required of a complete provisional application. As set 


parts 
forth in § 1.51(a)(2), a complete provisional application 
includes a cover sheet, a specification as prescribed in 35 U.S.C. 


112, first paragraph, any necessary drawings and the provisional 
application filing fee. A suggested cover sheet format for a 
provisional application is included as an Appendix A to this 
Notice of Final Rulemaking and is available from the PTO free 
of charge to the public. However, the rule does not require the 
applicant to use the PTO suggested cover sheet. Any paper 
containing the information required in § 1.51(a)(2)(i) will be 
acceptable. The cover sheet is required to identify the paper 
as a provisional application and to provide the information 
which is necessary for the PTO to prepare the provisional 
application filing receipt. Also, the residence of each named 
inventor and, if the invention disclosed in the provisional appli- 
cation was made by an agency of the U.S. Government or 
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under a contract with an agency of the U.S. Government, the 
name of the U.S. Government agency and Government contract 
number must be identified on the cover sheet. 

Section 1.51(b) is being | amended to indicate that an informa- 
tion disclosure statement is not required and may not be filed 
in a provisional application. Any information disclosure state- 
ments filed in a provisional application will either be returned 
or disposed of at the convenience of the Office. An information 
disclosure statement filed in a § 1.53(b)(1) application which 
has been converted to a provisional application will be retained 
in the application after the conversion, if the information disclo- 
sure statement was filed before the petition required by § 
1.53(b)(2)(ii) was filed. 

The title of § 1.53 and paragraph (a) are being amended 
to refer to application number, rather than application serial 
number. The term “application number” is found in current § 
1.5(a). 

Section 1.53(b) is being redesignated as § 1.53(b)(1) and is 
being amended to refer to § 1.17(i) rather than § 1.17(i)(1) to 
conform to the change therein. 

A new § 1.53(b)(2) is being added to set forth the require- 
ments for obtaining a filing date for a provisional application. 
Section 1.53(b)(2) states that a filing date will be accorded to 
a provisional application as of the date the specification as 
prescribed by 35 U.S.C. 112, first paragraph, any necessary 
drawings, and the name of each inventor of the subject matter 
disclosed are filed in the PTO. The filing date requirements 
for a provisional application set forth in new paragraph (b)(2) 
parallel the existing requirements set forth in former paragraph 
(b), now redesignated paragraph (b)(1), except that no claim is 
required. In order to minimize the cost of processing provisional 
applications and to reduce the handling of provisional applica- 
tions, amendments, other than those required to make the provi- 
sional application comply with applicable regulations, are not 

itted after the filing date of the provisional application. 

Section 1.53(b)(2)(i) is being added requiring all provisional 
applications to be filed with a cover sheet identifying the appli- 
cation as a provisional application. The section also indicates 
that the PTO will treat an application as having been filed 
under § 1.53(b)(1), unless the application is identified as a 
provisional application on filing. A provisional application, 
which is identified as such on filing, but which does not include 
all of the information required by § 1.51(a)(2)(i) would still 
be treated as a provisional application. However, the omitted 
information and a surcharge would be required to be submitted 
at a later date under new § 1.53(d)(2). 

Section 1.53(b)(2)(ii) is being added to establish a procedure 
for converting an application filed under § 1.53(b)(1) to a 
provisional application. The section requires that a petition 
requesting the conversion and a petition fee be filed in the § 
1.53(b)(1) application prior to the earlier of the abandonment 
of the § 1.53(b)(1) application, the payment of the issue fee, 
the expiration of twelve (12) months after the filing date of 
the § 1.53(b)(1) application, or the filing of a request for a 
statutory invention registration under § 1.293. The grant of any 
such petition would not entitle applicant to a refund of the fees 
properly paid in the application filed under § 1.53(b)(1). 

Section 1.53(b)(2)(iii) is being added to call attention to the 
provisions of Public Law 103-465 which prohibit any provi- 
sional application from claiming a right of priority under 35 
U.S.C. 119 or 365(a) or the benefit of an earlier filing date 
under 35 U.S.C. 120, 121 or 365(c) of any other application. 
The section also calls attention to the provisions of Public Law 
103-465 which provide that no claim for benefit of an earlier 
filing date may be made in a design application based on a 
provisional application and that no request for a statutory inven- 
tion registration may be filed in a provisional application. Sec- 
tion 1.53(b)(2)(iii) further specifies that the requirements of §§ 
1.821-1.825 are not mandatory for provisional applications. 
However, applicants are reminded that an invention being 
claimed in an application filed under 35 U.S.C. 111(a) or 365 
which claims benefit under 35 U.S.C. 119(e) of a provisional 
application must be disclosed in the provisional application in 
the manner provided by the first paragraph of 35 U.S.C. 112. 
Voluntary compliance with the requirements of §§ 1.821-1.825 
in the oe goes application is in order to 
ensure support for the invention claimed in the 35 
U.S.C. sonelalisssennntocipaniadaandimorend: 
sional application. 
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Section 1.53(c) is being amended to require that any request 
for review of a refusal to accord an application a filing date 
be made by way of a petition accompanied by the fee set forth 
in § 1.17(i), if the application was filed ae § 1.53(b)(1), or 
by the fee set forth in § 1.17(q), if the application was filed 
under § 1.53(b)(2). This reflects the current practice set forth 
in the Manual of Patent Examining Procedure (MPEP), section 
506.02 (Sixth Edition, Jan. 1995) with regard to any request 
review of a refusal to accord a filing date for an application. 

The PTO will continue its current practice of refunding the 
petition fee, if the refusal to accord the requested filing date 
is found to have been a PTO error. 

Section 1.53(d) is being redesignated as § 1.53(d)(1). 

Section 1.53(d)(2) is being added to provide that a provisional 
application may be filed without the basic filing fee and without 
the complete cover sheet required by § 1.51(a)(2). In such a 
case, the applicant will be notified and given a period of time 
in which to file the missing fee, and/or cover sheet and to pay 
the surcharge set forth in § 1.16(1). 

Section 1.53(e) is being redesignated as § 1.53(e)(1) and 
amended to refer to § 1.53(b)(1). Also, a new § 1.53(e)(2) is 
being added to indicate that a provisional application will not 
be given a substantive examination and will be abandoned no 
later than twelve (12) months after its filing date. 

Sections 1.55(a) and (b) are being amended to clarify that 
the sections apply to nonprovisional applications and to clarify 
that a nonprovisional application may claim the benefit of one 
or more prior foreign applications or one or more applications 
for inventor’s certificate. Also, § 1.55(a) is being amended to 
replace the reference to 35 U.S.C. 119 with a reference to 35 
U.S.C. 119(a)-(d). In addition, the reference to § 1.17(i)(1) in 
§ 1.55(a) is being replaced by a reference to § 1.17(i) to be 
consistent with the change to § 1.17. Section 1.55(b) is also 
being amended to refer to 35 U.S.C. 119(d) to conform to the 
paragraph designations contained in Public Law 103-465. 

Section 1.59 is being amended to clarify that the retention 
fee practice set forth in § 1.53(d)(1) applies only to applications 
filed under § 1.53(b)(1). 

Section 1.60 is being amended to clarify in the title of the 
section and in paragraph (b)(1) that the procedure set forth in the 
section is only available for filing a continuation or divisional 
application if the prior application was a nonprovisional appli- 
cation and complete as set forth in § 1.51(a)(1). Paragraph 
(b)(4) is being amended to delete the requirement that the 
statement which must accompany the copy of the prior applica- 
tion include the language that “no amendments referred to in 
the oath or declaration filed to complete the prior application 
introduced new matter therein.” The requirement is unnecessary 
because any amendment filed to complete the prior application 
would be considered a part of the original disclosure of the 
prior application and, by definition, could not contain new 
matter. Also, paragraph (b)(4) is being amended to refer to § 
1.17(i). 

Section 1.62(a) is being amended to clarify that the procedure 
set forth in the section is only available for filing a continuation, 
continuation-in-part, or divisional application of a prior nonpro- 
visional lication which is complete as defined in § 
1.51(a)(1). Section 1.62(a) is also being amended to clarify 
that a continuing application may be filed under § 1.62 after 
payment of the issue fee if a petition under § 1.313(b)(5) is 
granted in the prior application and that the request for a § 
1.62 application must include identification of the inventors 
named in the prior application. The phrase “Serial number, 
filing date” in § 1.62(a) is being changed to “application 
number.” 

Section 1.62(e) is being amended to replace the reference 
to § 1.17(i)(1) with a reference to § 1.17(i) to be consistent 
with the change to § 1.17. Also, the term “application serial 
number” in § 1.62(e) is being changed to “application number.” 

Section 1.63(a) is being amended to replace the reference 
to § 1.51(a)(2) with a reference to § 1.51(a)(1)(ii) in order to 
conform with the changes in § 1.51 and to refer to an oath or 
declaration filed as a part of a nonprovisional application. 

Section 1.67(b) is being amended to replace the reference 
to § 1.53(d) with a reference to § 1.53(d)(1) in order to conform 
with the changes in § 1.53. Furthermore, the references to §§ 
1.53(b) and 1.118 are being deleted to make clear that the new 
matter exclusion applies to all applications including those filed 
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under §§ 1.60 and 1.62.Also, the section is being amended to 
refer to a nonprovisional application. 

Sections 1.78(a)(1) and (a)(2) are being amended to clarify 
that the sections apply to nonprovisional applications claiming 
the benefit of one or more copending nonprovisional applica- 
tions or international applications designating the United States 
of America. Section 1.78(a)(1)(iii) is being amended to refer 
to §§ 1 -53(b)(1) and 1.53(d)(1). Section 1.78(a)(2) is also — 
amended to eli the use of serial number and filing date 
as an identifier for a prior application. The section will require 
that the prior application be identified by application number 
(consisting of the series code and serial number) or international 
application number and international filing date. 

Sections 1.78(a)(3) and (a)(4) are being added to set forth 
the conditions under which a nonprovisional application may 
claim the benefit of one or more prior copending provisional 
applications. The later filed nonprovisional application must 
be an application other than for a design patent and must be 
copending with each provisional application. There must be a 
common inventor named in the prior provisional application 
and the later filed nonprovisional application. Each prior provi- 
sional application must be complete as set forth in § 1.51(a)(2), 
or entitled to a filing date as set forth in § 1.53(b)(2) and 
include the basic filing fee. Section 1.78(a)(3) also includes 
the warning that when the last day of pendency of a provisional 
application falls on a Saturday, Sunday, or Federal holiday 
within the District of Columbia, any nonprovisional application 
claiming benefit of the provisional application must be filed 
prior to the Saturday, Sunday, or Federal holiday within the 
District of Columbia. A provisional application may be aban- 
doned by operation of 35 U.S.C. 111(b)(5) on a Saturday, 
Sunday, or Federal holiday within the District of Columbia, in 
which case, a nonprovisional application claiming benefit of 
the provisional application under 35 U.S.C. 119(e) must be 
filed no later than the preceding day which is not a Saturday, 
Sunday, or Federal holiday within the District of Columbia. 

Section 1.78(a)(4) is also being added to provide that a 
nonprovisional application claiming benefit of one or more 
provisional applications must contain a reference to each provi- 
sional application, identifying it as a provisional application 
and including the provisional application number (consisting 
of series code and serial number). The section does not require 
the nonprovisional application to identify the nonprovisional 
application as a continuation, divisional or continuation-in-part 
application of the provisional application. 

Sections 1.83(a) and (c) are being amended to clarify that 
the sections apply to nonprovisional applications. 

Section 1.97(d) is being amended to replace the reference 
to § 1.17(4)(1) with a reference to § 1.17(i) to be consistent 
with the change to § 1.17. 

Section 1.101(a) is being amended to indicate that the section 
applies to nonprovisional applications. 

Section 1.102(d) is being amended to replace the reference 
to § 1.17(i)(2) with a reference to § 1.17(i) to be consistent 
with the change to § 1.17. 

Section 1.103(a) is amended to replace the reference to § 
1.17(@)(1) with a reference to § 1.17(i) to be consistent with 
the change to § 1.17 

Section 1.129 is being added to set forth the procedure for 
implementing certain transitional provisions contained in Public 
Law 103-465. Section 1.129(a) provides for limited reexamina- 
tion of applications pending for 2 years or longer as of June 
8, 1995, taking into account any reference to any earlier applica- 
tion under 35 U.S.C. 120, 121 or 365(c). An applicant will be 
entitled to have a first submission entered and considered on 
the merits after final rejection if the submission and the fee 
set forth in § 1.17(r) are filed prior to the filing of an Appeal 
Brief and prior to abandonment of the application. Section 
1.129(a) also provides that the finality of the final rejection is 
automatically withdrawn upon the timely filing of the submis- 
sion and payment of the fee set forth in § 1.17(r). After submis- 
sion and payment of the fee set forth in § 1.17(r), the next 
PTO action on the merits may be made final only under the 
conditions currently followed by the PTO for making a first 
action in a continuing application final. If a subsequent final 
rejection is made in the application, applicant would be entitled 
to have a second submission entered and considered on the 
merits under the same conditions set forth for consideration of 
the first submission. Section 1.129(a) defines the term “submis- 
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sion” as including, but not limited to, an information disclosure 
statement, an amendment to the written description, claims or 
drawings, and a new substantive argument or new evidence 
in support of patentability. For example, the submission may 
include an amendment, a new substantive argument and an 
information disclosure statement. In view of the fee set forth 
in § 1.17(r), any information disclosure statement previously 
refused consideration in the application because of applicant’s 
failure to comply with § 1.97(c) or (d) or which is filed as part 
of either the first or second submission will be treated as though 
it had been filed within one of the time periods set forth in § 
1.97(b) and will be considered without the petition and petition 
fee required in § 1.97(d), if it complies with the requirements 
of § 1.98. In view of 35 U.S.C. 132, no amendment considered 
as a result of the payment of the fee set forth in § 1.17(r) may 
introduce new matter into the disclosure of the application. 

Section 1.129(b)(1) is being added to provide for examination 
of more than one independent and distinct invention in certain 
applications pending for 3 years or longer as of June 8, 1995, 
taking into account any reference to any earlier application 
under 35 U.S.C. 120, 121 or 365(c). Under § 1.129(b)(1), 
a requirement for restriction or for the filing of divisional 
applications would only be made or maintained in the applica- 
tion after June 8, 1995, if: (1) the requirement was made in 
the application or in an earlier application relied on under 35 
U.S.C. 120, 121 or 365(c) prior to April 8, 1995; (2) the 
examiner has not made a requirement for restriction in the 
present or parent application prior to April 8, 1995, due to 
actions by the applicant; or (3) the required fee for examination 
of each additional invention was not paid. Under § 1.129(b)(2), 
if the application contains claims to more than one independent 
and distinct invention, and no requirement for restriction or for 
the filing of divisional applications can be made or maintained, 
applicant will be notified and given a time period to (i) elect 
the invention or inventions to be searched and examined, if no 
election has been made prior to the notice, and pay the fee set 
forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in excess of one which applicant 
elects, (ii) in situations where an election was made in response 
to a requirement for restriction that cannot be maintained, con- 
firm the election made prior to the notice and pay the fee set 
forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in addition to the one invention 
which applicant previously elected, or (iii) file a petition under 
§ 1.129(b)(2) traversing the requirement without regard to 
whether the requirement has been made final. No petition fee 
is required. Section 1.129(b)(2) also provides that if the petition 
is filed in a timely manner, the original time period for electing 
and paying the fee set forth in § 1.17(s) will be deferred and 
any decision on the petition affirming or modifying the require- 
ment will set a new time period to elect the invention or inven- 
tions to be searched and examined and to pay the fee set forth 
in § 1.17(s) for each independent and distinct invention claimed 
in the application in excess of one which applicant elects. Under 
§ 1.129(b)(3), each additional invention for which the required 
fee set forth in § 1.17(s) has not been paid will be withdrawn 
from consideration under § 1.142(b). An applicant who desires 
examination of an invention so withdrawn from consideration 
can file a divisional application under 35 U.S.C. 121. 

Section 1.129(c) is being added to clarify that the provisions 
of §§ 1.129(a) and (b) are not applicable to any application 
filed after June 8, 1995. However, any application filed on 
June 8, 1995, would be subject to a 20-year patent term. 

Section 1.137 is being amended by revising paragraph (c) 
to eliminate, in all applications filed on or after June 8, 1995, 
except design applications, the requirement that a terminal 
disclaimer accompany any petition under § 1.137(a) not filed 
within six (6) months of the date of the abandonment of the 
application. The language “filed before June 8, 1995” and “filed 
on or after June 8, 1995” as used in the amended rule, refer 
to the actual United States filing date, without reference to any 
claim for benefit under 35 U.S.C. 120, 121 or 365. 

Section 1.139 is being added to set forth the procedure for 
reviving a provisional application where the delay was unavoid- 
able or unintentional. Section 1.139(a) addresses the revival of 
a provisional application where the delay was unavoidable and 
§ 1.139(b) addresses the revival of a provisional application 
where the delay was unintentional. Applicant may petition to 
have an abandoned provisional application revived as a pending 


OFFICIAL GAZETTE 


January 7, 1997 


provisional application for a period of no longer than twelve 
months from the filing date of the provisional application where 
the delay was unavoidable or unintentional. It would be permis- 
sible to file a petition for revival later than twelve months from 
the filing date of the provisional application but only to revive 
the application for the twelve-month period following the filing 
of the provisional application. Thus, even if the petition were 
granted to reestablish the pendency up to the end of the twelve- 
month period, the provisional application would not be consid- 
ered pending after twelve months from its filing date. The 
requirements for reviving an abandoned provisional application 
set forth in § 1.139 parallel the existing requirements set forth 
in § 1.137. 

Sections 1.177, 1.312(b), 1.313(a), and 1.314 are being 
amended to replace the references to § 1.17(i)(1) with references 
to § 1.17(i) to be consistent with the change to § 1.17. 

Section 1.316(d) is being amended to eliminate, in all appli- 
cations filed on or after June 8, 1995, except design applications, 
the requirement that a terminal disclaimer accompany any peti- 
tion under § 1.316(b) not filed within six (6) months of the 
date of the abandonment of the application. Acceptance of a late 
payment of an issue fee in a design application is specifically 
provided for in § 1.155. Therefore, § 1.316 does not apply to 
design applications. The language “filed before June 8, 1995” 
as used in the amended rule, refers to the actual United States 
filing date, without reference to any claim for benefit under 
35 U.S.C. 120, 121 or 365. 

Section 1.317(d) is being removed and reserved to eliminate 
the requirement that a terminal disclaimer accompany any peti- 
tion under § 1.317(b) not filed within six (6) months of the 
date of lapse of the patent. 

Section 1.666 is being amended to replace the reference to 
§ 1.17(i)(1) with a reference to § 1.17(i) to be consistent with 
the change to § 1.17. 

Section 1.701 is being added to set forth the procedure the 
PTO will follow in calculating the length of any extension of 
patent term to which an applicant is entitled under 35 U.S.C. 
154(b) where the issuance of a patent on an application, other 
than for designs, filed on or after June 8, 1995, was delayed 
due to certain causes of prosecution delay. Applicants need not 
file a request for the extension of patent term under § 1.701. 
The extension of patent term is automatic by operation of law. 
It is currently anticipated that applicant will be advised as to 
the length of any patent term extension at the time of receiving 
the Notice of Allowance and Issue Fee Due. Review of the 
length of a patent term extension calculated by the PTO under 
§ 1.701 prior to the issuance of the patent would be by way 
of petition under § 1.181. If an error is noted after the patent 
issues, patentee and any third party may seek correction of the 
period of patent term granted by filing a request for Certificate 
of Correction pursuant to § 1.322. The PTO intends to identify 
the length of any patent term extension calculated under § 
1.701 on the printed patent. 

Section 1.701(a) is being added to identify those patents 
which are entitled to an extension of patent term under 35 
U.S.C. 154(b). 

Section 1.701(b) is being added to provide that the term of 
a patent entitled to extension under § 1.701(a) shall be extended 
for the sum of the periods of delay calculated under §§ 
1.701(c)(1), (c)(2), (c)(3) and (d), to the extent that those periods 
are not overlapping, up to a maximum of five years. The section 
also provides that the extension will run from the expiration 
date of the patent. 

Section 1.701(c)(1) is being added to set forth the method 
for calculating the period of delay where the delay was a result 
of an interference proceeding under 35 U.S.C. 135(a). The 
period of delay with respect to each interference in which the 
application was involved is calculated under § 1.701(c)(1)(i) 
to include the number of days in the period beginning on the 
date the interference was declared or redeclared to involve the 
application in the interference and ending on the date that the 
interference was terminated with respect to the application. An 
interference is considered terminated as of the date the time 
for filing an appeal under 35 U.S.C. 141 or civil action under 
35 U.S.C. 146 expired. If an appeal under 35 U.S.C. 141 is 
taken to the Court of Appeals for the Federal Circuit, the 
interference terminates on the date of receipt of the court’s 
mandate by the PTO. If a civil action is filed under 35 U.S.C. 
146, and the decision of the district court is not appealed, the 
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interference terminates on the date the time for filing an appeal 
from the court’s decision expires. See section 2361 of the 
MPEP. The period of delay with respect to an application 
suspended by the PTO due to interference gs under 
35 U.S.C. 135(a) not involving the application is calculated 
under § 1.701(c)(1)(ii) to include the number of days in the 
spe beginning on the date prosecution in the application is 

due to interference proceedings not involving the 
application and ending on the date of the termination of the 
suspension. The period of delay under § 1.701(a)(1) is the sum 
of the periods calculated under §§ 1.701(c)(1)(i) and (c)(1)(ii), 
to the extent that the periods are not overlapping. 

Section 1.701(c)(2) is being added to set forth the method 
for calculating the period of delay where the delay was a result 
of the application being placed under a secrecy order. 

Section 1.701(c)(3) is being added to set forth the method 
for calculating the period of delay where the delay was a result 
of appellate review. The period of delay is calculated under § 
1.701(c)(3) to include the number of days in the period begin- 
ning on the date on which an appeal to the Board of Patent 
Appeals and Interferences was filed under 35 U.S.C. 134 and 
ending on the date of a final decision in favor of the applicant 
by the Board of Patent Appeals and Interferences or by a Federal 
court in an appeal under 35 U.S.C. 141 or a civil action under 
35 U.S.C. 145. 

Section 1.701(d) is being added to set forth the method 
for calculating any reduction in the period calculated under § 
1.701(c)(3). As required by 35 U.S.C. 154(b)(3)(B), § 
1.701(d)(1) provides that the period of delay calculated under 
§ 1.701(c)(3) shall be reduced by any time during the period 
of appellate review that occurred before three years from the 
filing date of the first national application for patent presented 
for examination. The “filing date” for the purpose of § 
1.701(d)(1) would be the earliest effective U.S. filing date, but 
not including the filing date of a provisional application or 
the international filing date of a PCT application. For PCT 
applications entering the national stage, the PTO will consider 
the “filing date” for the purpose of § 1.701(d)(1) to be the date 
on which applicant has complied with the requirements of § 
1.494(b), or § 1.495(b), if applicable. 

As contained in Public Law 103-465, 35 U.S.C. 154(b)(3)(C) 
states that the period of extension referred to in 35 U.S.C. 

154(b)(2) “shall be reduced for the period of time during which 
the applicant for patent did not act with due diligence, as 
determined by the Commissioner.” Section 1.701(d)(2) is being 
added to provide that the period of delay calculated under § 
1.701(c)(3) shall be reduced by any time during the period of 
appellate review, as determined by the Commissioner, during 
which the applicant for patent did not act with due diligence. 
Section 1.701(d)(2) also provides that in determining the due 
diligence of an applicant, the Commissioner may examine the 
facts and circumstances of the applicant’s actions during the 
period of appellate review to determine whether the applicant 
exhibited that degree of timeliness as may reasonably be 
expected from, and which is ordinarily exercised by, a person 
during a period of appellate review. Acts which the Commis- 
sioner considers to constitute prima facie evidence of lack of 
due diligence under § 1.701(d)(2) are suspension at applicant’s 
request under § 1.103(a) during the period of appellate review 
and abandonment during the period of appellate review. 

Section 3.21 is being amended to provide that an assignment 
relating to a national patent application must identify the 
national patent application by the application number (con- 
sisting of the series code and the serial number, e.g., 07/ 
123,456) and to eliminate the use of serial number and filing 
date as an identifier for national patent applications in assign- 
ment documents. This change is intended to eliminate any 
confusion as to whether an application identified by its serial 
number and filing date in an assignment document is an applica- 
tion filed under § 1.53(b)(1), 1.60 or 1.62 or a design application 
or a provisional application since there is a different series 
code assigned to each of these types of applications. 

Section 3.21 is also being amended to provide that if an 
assignment of a patent application filed under § 1.53(b)(1) or 
§ 1.62 is executed concurrently with, or subsequent to, the 
execution of the patent application, but before the patent appli- 
cation is filed, it must identify the patent application by its date 
of execution, name of each inventor, and title of the invention 
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so that there can be no mistake as to the patent application 


intended. 

Further, § 3.21 is being amended to provide that if an assign- 
ment of a provisional YE gee is executed before the provi- 
sional application is filed, it must identify the provisional 
application by name of each inventor and title of the invention 
—reeeeee application 


se is being amended to replace the reference to § 
1.17(i)(1) with a reference to § 1.17(i) to be consistent with 
the change to § 1.17 


Responses to and Analysis of Comments: Forty-nine written 
comments were received in response to the Notice of Proposed 
Rulemaking. These comments, along with those made at the 
public hearing, have been analyzed. Some suggestions made 
in the comments have been and others have not been 
adopted. Responses to the comments follow: 


General Comments 


1. Comment: One comment questioned the use of the word 
’ in the notice of proposed rulemaking in describing 
the statutory amendments contained in Public oe 103-465. 
Response: The statutory changes contained in Public Law 103- 
465 were described as “proposed” changes in the Notice of 
Proposed Rulemaking because the President had not signed the 
legislation at the time the notice was prepared for publication. 
In fact, the legislation was signed by the President on December 
8, 1994, which is the date of enactment. 
2. Comment: Several comments urged the PTO to favorably 
consider the 17/20 patent term specified in H.R. 359 since this 
proposed legislation would overcome the existing impact of 
extended PTO prosecution and eliminate patent term extensions 
for prosecution delays. Furthermore, the proposed legislation 
is consistent with the Uruguay Round Agreements Act, Public 
Law 103-465. 
Response: The administration and the PTO strongly believe 
that the 20-year patent term as enacted in Public Law 103-465 
is the appropriate way to implement the 20-year patent term 
required by the GATT Uruguay Round Agreements Act. The 
PTO will take steps to ensure that processing and examination 
of applications are handled expeditiously. 
3. Comment: One comment stated that the proposed rules are 
premature in view of the Rohrabacher bill, H.R. 359. 
Response: The proposed rules are not premature. Public Law 
103-465 was signed into law on December 8, 1994, with an 
effective date of June 8, 1995, for the implementation of the 
20-year patent term and provisional applications. The Commis- 
sioner must promulgate regulations to implement the changes 
required by Public Law 103-465. 
4. Comment: One comment stated that there is nothing in the 
TRIPs agreement that requires the term to be measured from 
filing, nor that provisional applications be provided for, nor 
that new fees of $730 as set forth in §§ 1.17(r) and (s) be 
established. It is suggested that 35 U.S.C. 154 be amended to 
provide that “every patent (other than a design patent) shall be 
granted a term of twenty years from the patent issue date, subject 
to the payment of maintenance fees.” It was also suggested that 
the section regarding maintenance fees be amended to add a 
new fee payable at 16.5 years of $5000 (for large entity)/$2500 
(for small entity) for maintenance of patent between 17 and 
20 years. 
Response: The suggestion has not been adopted. The adminis- 
tration and the PTO strongly believe that the 20-year patent 
term as enacted in Public Law 103-465 is the appropriate way 
to implement the 20-year patent term required by the GATT 
Uruguay Round Agreements Act. The establishment of a provi- 
sional application is not required by GATT. The provisional 
application has been adopted as a mechanism to provide easy 
and inexpensive entry into the patent system. The filing of 
provisional applications is optional. Provisional applications 
will place domestic applicants on an equal footing with foreign 
applicants as far as the measurement of term is concerned 
because the domestic priority period, like the foreign priority 
period, is not counted in determining the endpoint of the — 
term. As to the §§ 1.17(r) and (s) fees, the statute authorizes the 
Commissioner to establish appropriate fees for further limited 
reexamination of applications and for examination of more than 
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one independent and distinct inventions in an application. 

5. Comment: One comment suggested that the 20-year patent 
term of claims drawn to new matter in continuation-in-part 
(CIP) applications be measured from the filing date of the CIP 
application, (iva! of any reference to a parent application 
under 35 U.S.C. 1 
Response: il ccetinintensieliain . The term of 
a patent is not based on a claim-by-claim approach. Under 35 
U.S.C. 154(a)(2), if an application claims the benefit of the 
filing date of an earlier filed application under 35 U.S.C. 120, 
121 or 365(a), the 20-year term of that application will be 
based upon the filing date of the earliest U.S. application that 
the application makes reference to under 35 U.S.C. 120, 121 
or 365(a). For a CIP application, applicant should review 
whether any claim in the patent that will issue is supported in 
an earlier application. If not, applicant should consider can- 
celing the reference to the earlier filed application. 
6. Comment: One comment objected to the 20-year term provis- 
ions of Public Law 103-465 because it was believed that pay- 
ment of maintenance fees would be required earlier under 20- 
year term than under 17-year term. 
Response: The payment of maintenance fees are not due earlier 
under 20-year term than under 17-year term. Maintenance fees 
continue to be due at 3.5, 75 and 11.5 years from the issue 
date of the patent. 
7. Comment: Several comments suggested that the expiration 
date be printed on the face of the patent. 
Response: The suggestion has not been adopted. The expiration 
date will not be printed on the face of the patent. The PTO 
will publish any patent term extension that is granted as a result 
of administrative delay pursuant to § 1.701 on the face of the 
patent. The term of a patent will be readily discernible from 
the face of the patent. Furthermore, it is noted that the term 
of a patent is dependent on the timely payment of maintenance 
fees which is not printed on the face of the patent. 
8. Comment: One comment suggested that in order to aid the 
bar in advising clients as to whether a provisional application 
has had its priority claimed in a patent, the PTO should 
somehow link the provisional application number with the com- 
plete application number and/or the patent number. 
Response: It is contemplated by the PTO that all provisional 
a will be given application numbers, starting with 

series code “60” followed by a six digit number, e.g., “60/ 
123,456 456.” If a subsequent 35 U.S.C. 111(a) application claims 
the benefit of the filing date of the provisional application 
pursuant to 35 U.S.C. 119(e) and the 35 U.S.C. 111(a) applica- 
tion results in a patent, the provisional application would be 
listed by its application number and filing date on the face of 
the patent under the heading “Related U.S. Application Data.” 
The public will be able to identify an application under the 
above-noted heading as a provisional application by checking 
to see if it has a series code of “60.” 
9. Comment: Several comments suggested that the PTO con- 
sider modifying the rules to permit the filing of all applications 
by assignees. This would promote harmonization with other 
patent laws throughout the world and would eliminate one of 
the difficulties which will occur for the PTO in considering 
— for priority based on the filing of a provisional applica- 


Ramus Assignee filing was recommended in the 1992 Advi- 
sory Commission Report on Patent Law Reform. The PTO is 
currently undertaking a project to reengineer the entire patent 
process. The suggestion will be taken under advisement in that 


project. 
10. Comment: Several comments stated that a complete provi- 
sional application should not be forwarded to a central reposi- 


tory for storage. 
Response: In view of the relatively small filing fee for a provi- 


sional application and the fact that the provisional application 
will not be examined, PTO handling must be kept to a minimum 
and these provisional applications, once complete, will be sent 
to the Files Repository for storage rather than being kept in 
the examination area of the PTO. 

11. Comment: One comment suggested that the provisional 
application be maintained with the 35 U.S.C. 111(a) application 
because the examiner may need it to determine whether the 
35 U.S.C. 111(a) application is entitled to the benefit of the 
prior provisional application and in the event of 18-month 
publication, there will be a demand for accessibility by the 
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public to the provisional and 35 U.S.C. 111(a) applications 
upon publication. 
———— The suggestion has not been adopted. Benefit of the 
visional application may be claimed in a number of 
35 U U.S.C. 111(a) applications. If the PTO is to maintain the 
provisional application file with one of several 35 U.S.C. 111(a) 
applications claiming benefit of the provisional application and 
the 35 U.S.C. 111(a) application containing the provisional 
application file were to go abandoned while one of the other 
35 U.S.C. 111(a) applications issues, the public would be enti- 
tled to inspect the provisional application file but not the aban- 
doned 35 U.S.C. 111(a) application file containing the 
provisional application file. This would create access problems. 
12. Comment: One comment suggested that provisional applica- 
tions be available in full to the public if the benefit of priority 
is being claimed. 
Response: Section 1.14 relating to access applies to all applica- 
tions including provisional applications. If the benefit of a 
provisional application is claimed in a later filed 35 U.S.C. 
111(a) application which resulted in a patent, then access to 
the provisional application will be available to the public pur- 
suant to § 1.14. The mere fact that a provisional application 
is claimed in a later filed 35 U.S.C. 111(a) application does 
not give the public access to the provisional application unless 
the 35 U.S.C. 111(a) application issues as a patent. 
13. Comment: Several comments requested that the PTO clarify 
whether a 35 U.S.C. 111(a) application will be accorded an 
effective date as a reference under 35 U.S.C. 102(e) as of the 
filing date of the provisional application for which benefit under 
35 USC. 119(e) is claimed. If so, the comment questioned 
whether pending applications will be rejected under 35 U.S.C. 
102(e) on the basis that an invention was described in a patent 
granted on a provisional application by another filed in a 
Us. S. before the invention thereof by the applicant for paten’ 
Response: If a patent is granted on a 35 USC. 111(a) ae. 
tion claiming the benefit of the filing date of a provisional 
application, the filing date of the provisional application will 
be the 35 U.S.C. 102(e) prior art date. A ing application 
will be rejected under 35 U.S.C. 102(e) on the basis that an 
invention was described in a patent granted on a 35 U.S.C. 
111(a) application which claimed the benefit of the filing date 
of a provisional application by another filed in the U.S. before 
the invention thereof by the applicant for patent. 
14. Comment: One comment suggested that the PTO issue a 
final rule stating that if a 35 U.S.C. 111(a) application claims 
the benefit of the filing date of a provisional application, the 
“inventive entity” for the purposes of 35 U.S.C. 102(e) will 
be the inventors listed on the issued patent, and the list of 
inventors in the provisional application shall have no effect on 
the identity of an “inventive entity” for the purposes of 35 
U.S.C. 102(e). 
Response: The suggestion has not been adopted. The “inventive 
entity” for the purpose of 35 U.S.C. 102(e) is determined by 
the patent and not by the inventors named in the provisional 
application. As long as the requirements of 35 U.S.C. 119(e) 
are satisfied, a patent granted on a 35 U.S.C. 111(a) application 
which claimed the benefit of the filing date of a provisional 
application has a 35 U.S.C. 102(e) prior art effect as of the 
filing date of the provisional application based on the inventive 
entity of the patent. It is clear from 35 U.S.C. 102(e) that the 
inventive entity is determined by the patent and a rule to this 
effect is not necessary. 
15. Comment: One comment requested the PTO to express its 
position as to whether the filing of a provisional application 
with the subsequent filing of a 35 U.S.C. 111(a) application 
claiming benefit of the provisional application under 35 U.S.C. 
119(e) creates a prior art date against other patent applicants 
under 35 U.S.C. 102(g). 
Response: As to 35 U.S.C. 102(g), the filing of a provisional 
application with the subsequent filing of a 35 U.S.C. 111(a) 
application claiming benefit of the provisional application under 
35 U.S.C. 119(e) creates a prior art date under 35 U.S.C. 102(g) 
as of the filing date of the provisional application. 
16. Comment: One comment suggested that in view of the 20- 
year patent term measured from filing, § 1.103(a) should be 
deleted. The PTO should not have the right to suspend action 
- nae application, thereby reducing applicant’s term of protec- 


Rennie: Section 1.103(a) refers to suspension of action as a 
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result of a request by applicant. If applicant wishes to suspend 
prosecution and thereby reduce his/her term of protection, appli- 
cant should be itted to do so. 

17. Comment: comment suggested that in order to avoid 
delays resulting from consideration of petitions to withdraw 
premature notices of abandonment, examiners should be 
required to contact an attorney of record prior to abandoning 
the application to find out if a response to an Office communica- 
tion has been filed. 

Response: The suggestion has not been adopted. However, in 
order to avoid loss of patent term, applicants are encouraged 
to check on the status in cases where applicants have not 
received a return postcard from the PTO within two (2) weeks 
of the filing of any response to a PTO action. 

18. Comment: One comment asked whether there is a “cut- 
off’ date after which patentees may lose the opportunity to 
choose 17 vs. 20-year patent term. 

Response: The “cut-off” date is June 8, 1995. A patent that is 
in force on June 8, 1995, or a patent that issues after June 8, 
1995, on an application filed before June 8, 1995, is automati- 
cally entitled to the longer of the 20-year patent term measured 
from the earliest U.S. effective filing date or 17 years from 
grant. This is automatic by operation of law. Patentees need 
not make any election to be entitled to the longer term. A 
patent that issues on an application filed on or after June 8, 
1995 is entitled to a 20-year patent term measured from the 
earliest U.S. effective filing date. 

19. Comment: One comment stated that there is no clear guid- 
ance as to a patentee’s “bonus rights” that may arise because 
of the difference in a 17-year term vs. a 20-year term. Will 
parties that were previously in a licensing arrangement have 
to renegotiate terms for the bonus patent term? 

Response: Section 154(c) of title 35, United States Code, states 
that the remedies of sections 283 (injunction), 284 (damages) 
and 285 (attorney fees) shall not apply to acts which were 
commenced or for which substantial investment was made 
before June 8, 1995, and became infringing by reason of the 
17/20 year term and that these acts may be continued only 
upon the payment of an equitable remuneration to the patentee 
that is determined in an action brought under chapters 28 and 
29 of Title 35. There is no guidance provided in the statute 
as to the meaning of “substantial investment” and “equitable 
remuneration.” Licensing arrangements are between the parties 
to the agreement and are determined by the terms of the agree- 
ment and state law and are outside the jurisdiction of the PTO. 
20. Comment: One comment questioned whether an interna- 
tional application designating the U.S. filed before June 8, 
1995, with entry into the U.S. national stage on or after June 
8, 1995, preserves the 17-year patent term measured from grant. 
Response: An international application designating the U.S. 
that is filed before June 8, 1995, with entry into the U.S. 
national stage under 35 U.S.C. 371 on or after June 8, 1995, 
preserves the option for a 17-year patent term measured from 
date of grant. 

21. Comment: One comment suggested that 35 U.S.C. 371(c) 
be amended because a declaration should not be required to 
obtain a filing date and a prior art date under 35 U.S.C. 102(e). 
Response: The suggestion has not been adopted. This issue 
was not addressed in the Notice of Proposed Rulemaking. 
However, the suggestion will be taken under advisement as 
part of a comprehensive effort being conducted by the PTO to 
reengineer the entire patent process. 

22. Comment: One comment suggested that §§ 1.604, 1.605 
and 1.607 be amended to state that provisional applications are 
not subject to interference. 

Response: The suggestion has not been adopted because it 
is unnecessary. By statute, 35 U.S.C. 111(b)(8), provisional 
applications are not subject to 35 U.S.C. 135, i.e., a provisional 
application will not be placed in interference. 

23. Comment: One comment suggested that §§ 1.821-1.825 be 
amended so that (1) only unbranched sequences of ten or more 
amino acids and twenty or more nucleotides which are claimed 
have to be included in Sequence Listings, (2) previously pub- 
lished sequences can be omitted, and (3) the sequences of 
primers and oligonucleotide probes should not be included 
in a Sequence Listing if encompassed by another disclosed 
sequence. 

Response: The suggestion has not been adopted. There was no 
change proposed to §§ 1.821-1.825 in the Notice of Proposed 
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Rulemaking. However, the suggestion will be taken under 
advisement as part of a comprehensive effort being conducted 
by the PTO to reengineer the entire patent process. 
24. Comment: One comment suggested that §§ 5.11 to 5.15 
be amended to provide for the grant of a foreign license for a 
provisional application. 
Response: The suggestion has not been adopted. The present 
language of §§ 5.11 to 5.15 already provides for the grant of 
a foreign license for a provisional application. 
25. Comment: One comment suggested that in order to assist 
defense agencies in reviewing application for secrecy orders, 
PTO should (1) automatically impose a secrecy order on any 
application filed under 35 U.S.C. 111(a) if a secrecy order was 
previously imposed on corresponding provisional application, 
and (2) require applications filed under 35 U.S.C. 111(a) based 
on a previous provisional application to indicate changes made 
to the provisional application in the 35 U.S.C. 111(a) applica- 
tion by means of underlining and bracketing. 
Response: The suggestions have not been adopted. The PTO 
cannot automatically impose a secrecy order on any 35 U.S.C. 
111(a) applications even if a secrecy order was previously 
imposed on a provisional application, for which benefit under 
35 U.S.C. 119(e) is claimed, unless the agency which imposed 
the secrecy order on the provisional application specifically 
requests the PTO to do so since the 35 U.S.C. 111(a) application 
could disclose subject matter which is different from that which 
is disclosed in the provisional application. 

As to item (2), the PTO will not require applicants to identify 
the differences in subject matter disclosed in the 35 U.S.C. 
111(a) application and the provisional application. 

26. Comment: One comment suggested that in order to relieve 
defense agencies from possible liability for secrecy orders 
imposed for more than 5 years, the PTO should seek legislation 
setting patent term at 20 years from the earliest filing date or 
17 years from the issue date, whichever is longer, for any patent 
application placed under secrecy order. 

Response: The suggestion has not been adopted. The PTO 
strongly believes that the 20-year patent term as enacted in 
Public Law 103-465 is the appropriate way to implement the 
20-year patent term required by the GATT Uruguay Round 
Agreements Act. The 5-year limit for t term extension 
set forth in § 1.701(b) is required by statute, 35 U.S.C. 154(b). 


Comments Directed To Specific Rules 


27. Comment: One comment suggested that in order to eliminate 
the need for the expression “other than a provisional applica- 
tion” in other parts of the regulations, § 1.9 should be amended 
to identify a 35 U.S.C. 111(a) application by some term that 
can be used in the rules to distinguish that type of application 
from a provisional application. 

Response: The suggestion has been adopted. The rules are being 
amended to include a definition of the term “nonprovisional 
application” in § 1.9(a) to describe an application filed under 
35 U.S.C. 111(a) or 371. Further, the term “nonprovisional 
application” is being used in the final rules where the rule 
applies only to applications filed under 35 U.S.C. 111(a) or 
371 and not to provisional applications. 

28. Comment: One comment suggested that the rules be simpli- 
fied if a “national application” could be defined in § 1.9 to 
exclude a provisional application. 

Response: The suggestion has not been adopted. Section 1.9(a), 
prior to this rulemaking, defined a national application to 
include any application filed under 35 U.S.C. 111. A provisional 
application is an application filed under 35 U.S.C. 111. It is 
appropriate to define a provisional application as a special type 
of national application. 

29. Comment: One comment requested an explanation of the 
showing required in a petition under §§ 1.12 and 1.14 for access 
to pending applications and to assignment records for pending 
applications. 

Response: There was no substantive change proposed to either 
§ 1.12 or 1.14 in the Notice of Proposed Rulemaking. Thus, 
the showing required in a petition under § 1.12 or 1.14 remains 
the same after this final rulemaking as before. A discussion of 
such a petition can be found in section 103 of the MPEP. 
30. Comment: Several comments objected to the definition in 
§ 1.45(c) of joint inventors in provisional applications as being 
those having made a contribution to “the subject matter dis- 
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closed” in the provisional application. Various language, such 
as, “the subject matter which constitutes the invention,” “subject 
matter disclosed and regarded to be the invention,” “disclosed 
invention,” “the inventive subject matter disclosed” was sug- 
gested. Another comment requested guidance as to the determi- 
nation of inventorship in a provisional application. 
Response: The suggestion has not been adopted. The term 
“invention” is typically used to refer to subject matter which 
applicant is claiming in his/her application. Since claims are 
not required in a provisional application, it would not be appro- 
priate to reference joint inventors as those who have made a 
contribution to the “invention” disclosed in the provisional 
application. If the “invention” has not been determined in the 
provisional application because no claims have been presented, 
thea the name(s) of those person(s) who have made a contribu- 
tion to the subject matter disclosed in the provisional application 
should be submitted. Section 1.45(c) states that “if multiple 
inventors are named in a provisional application, each named 
inventor must have made a contribution, individually or jointly, 
to the subject matter disclosed in the provisional application.” 
All that § 1.45(c) requires is that if someone is named as an 
inventor, that person must have made a contribution to the 
subject matter disclosed in the provisional application. When 
applicant has determined what the invention is by the filing of 
the 35 U.S.C. 111(a) application, that is the time when the 
correct inventors must be named. The 35 U.S.C. 111(a) applica- 
tion must have an inventor in common with the provisional 
application in order for the 35 U.S.C. 111(a) application to be 
entitled to claim the benefit of the provisional application under 
35 U.S.C. 119(e). 
31. Comment: Several comments suggested that it might be 
desirable to correct inventorship in a provisional application 
where an individual was erroneously named as an inventor and 
that the for doing so should be set forth in § 1.48. 
Response: Under 35 U.S.C. 119(e), as contained in Public Law 
103-465, a later filed application under 35 U.S.C. 111(a) may 
claim priority benefits based on a copending provisional appli- 
cation so long as the applications have at least one inventor in 
common. An error in naming a person as an inventor in a 
provisional application would not require correction by deleting 
the erroneously named inventor from the provisional applica- 
tion since this would have no effect upon the ability of the 
provisional application to serve as a basis for a priority claim 
under 35 U.S.C. 119(e). However, in response to the comments, 
§ 1.48 is being amended to include a new paragraph (e) which 
sets forth the requirements for deleting the names of the inven- 
tors incorrectly named as joint inventors in a provisional appli- 
cation, namely, a petition including a verified statement by the 
inventor(s) whose name(s) are being deleted stating that the 
error arose without deceptive intent, the fee set forth in § 1.17(q) 
and the written consent of all assignees. 
32. Comment: One comment suggested that in order to make 
the procedures for provisional applications as simple as pos- 
sible, there is no need to provide any rules to add inventor(s) 
or change inventorship in a provisional application since the 
whole concept of inventorship is meaningless without a claim. 
Error in inventorship can be corrected by the filing of a 35 
U.S.C. 111(a) application within 12 months after the filing of 
a provisional application. 
Response: The suggestion has not been adopted. One of the 
requirements of 35 U.S.C. 119(e) is that a 35 U.S.C. 111(a) 
application must have at least one inventor in common with 
a provisional application in order for the 35 U.S.C. 111(a) 
application to be entitled to claim the benefit of the filing date 
of the provisional application. In situations where there is no 
inventor in common between the 35 U.S.C. 111(a) application 
and the provisional application due to error in naming the 
inventors in the provisional application, procedures must be 
established to permit applicant to correct the inventorship in 
the provisional application. 
33. Comment: One comment suggested that an individual who 
is the inventor of subject matter disclosed in a provisional 
, but who is not named as an inventor in the provi- 
sional application because that subject matter was not intended 
to be claimed in a later filed 35 U.S.C. 111(a) application, 
could be added as an inventor pursuant to § 1.48(d) in the 
provisional application if the subject matter was later claimed 
in the 35 U.S.C. 111(a) application. 
Response: The individual could be added as an inventor pur- 
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suant to § 1.48(d) in the provisional application so long as the 
individual was originally omitted without deceptive intent. 
34. Comment: One comment questioned whether it would be 
proper for a registered practitioner who did not file the provi- 
sional application to sign the statement required by § 1.48(d) 
that the error occurred without deceptive intention on the part 
of the inventors. 

Response: It would be proper for a registered practitioner who 
did not file the provisional application to sign the statement 
required by § 1.48(d), if the registered practitioner has a reason- 
able basis to believe the truth of the statement being signed. 
35. Comment: One comment suggested that there should be 
no diligence requirement to correct inventorship in a provisional 
application. 

Response: Diligence is not a requirement to correct inventorship 
in a provisional application in either § 1.48(d) or 1.48(e). 

36. Comment: One comment suggested that § 1.48(a) be 
amended by deleting the requirements for “a statement of facts 
verified by the original named inventor or inventors establishing 
when the error without deceptive intention was discovered and 
how it occurred” and for the written consent of any assignee. 
Response: The suggestion has not been adopted. There was no 
substantive change proposed to § 1.48(a) in the Notice of 
Proposed Rulemaking. Since the correction of inventorship 
affects ownership rights, the existing rules are designed to 
provide assurances that all parties including the original named 
inventors and all assignees agree to the change of inventorship. 
If the requirements for verified statements of facts from the 
original named inventcrs and written consent of the assignees 
are to be deleted, the PTO would no longer have the assurances 
that all parties agree to the change. 

37. Comment: One comment expressed concern that a provi- 
sional application filed without a claim will leave subsequent 
readers with little or no clue as to what the inventors in the 
provisional application considered to be their invention at the 
time the provisional application was filed and doubted that 
a provisional application filed without a claim defining the 
invention could ever provide a sufficient disclosure to support 
a claim for a foreign or U.S. priority date. 

Response: Claims are not required by the statute to provide a 
specification in compliance with the requirements of 35 U.S.C. 
112, first paragraph. However, if an applicant desires, one or 
more claims may be included in a provisional application. Any 
claim filed with a provisional application will, of course, be 
considered a part of the original provisional application disclo- 
sure. 

38. Comment: One comment suggested that the PTO issue a 
specification format or guideline for a provisional application 
to enable an inventor to comply with 35 U.S.C. 112, first 


Response: The format of a provisional application is the same 
as for other applications and is set forth in existing § 1.77 
which is applicable to provisional applications except no claims 
are required for provisional applications. 

39. Comment: Several comments suggested that the PTO revise 
its rules to clarify that strict adherence to the enablement, 
description and best mode requirements of 35 U.S.C. 112, first 
paragraph, is not required in provisional applications. 
Response: The suggestion has not been adopted. The substan- 
tive requirements of a specification necessary to comply with 
35 U.S.C. 112, first paragraph, are established by court cases 
interpreting that section of the statute, not by rule. The case 
law applies to provisional applications as well as to applications 
filed under 35 U.S.C. 111(a). 

40. Comment: Several comments suggested that the rules or 
comments published with the Final Rule indicate whether there 
is any requirement to update the best mode disclosed in the 
provisional application when filing the 35 U.S.C. 111(a) appli- 
cation. 

Response: No rule was proposed to address the issue when 
going from a provisional application to a 35 U.S.C. 111(a) 
application because no current rule exists when going from 
one 35 U.S.C. 111(a) application to another 35 U.S.C. 111(a) 
application. The question of whether the best mode has to be 
updated is the same when going from one 35 U.S.C. 111(a) 
application to another 35 U.S.C. 111(a) application or from 
a provisional application to a 35 U.S.C. 111(a) application. 
Accordingly, the rationale of Transco Products, Inc. v. Perfor- 
mance Contracting, Inc., 38 F.3d 551, 32 U.S.P.Q.2d 1077 
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(Fed. Cir. 1994), would appear to be applicable. Clearly, if the 
substantive content of the application does not change when 
filing the 35 U.S.C. 111(a) application, there is no requirement 
to update the best mode. However, if subject matter is added 
to the 35 U.S.C. 111(a) application, there may be a requirement 
to update the best mode. 

41. Comment: One comment suggested that § 1.51(c) be 
amended to permit a provisional application to be filed with 
an authorization to charge fees to a deposit account. 
Response: Section 1.51(c) permits an application to be filed 
with an authorization to charge fees to a deposit account. Sec- 
tion 1.51(c) applies to provisional applications. Therefore, no 
change to § 1.51(c) is necessary. 

42. Comment: One comment suggested that the PTO confirm 
that there will be no procedural examination of a provisional 
application other than to determine whether the provisional 
application complies with § 1.51(a)(2). 

Response: The PTO intends to require compliance with the 
formal requirements of §§ 1.52(a)-(c) only to the extent neces- 
sary to permit the PTO to properly microfilm and store the 
application papers. 

43. Comment: Several comments suggested that an English 
translation of a foreign language provisional application should 
not be required unless necessary in prosecution of the 35 U.S.C. 
111(a) application to establish benefit. If an English translation 
is required, there is no useful to require the translation 
at any time earlier than the filing of 35 U.S.C. 111(a) application 
claiming the benefit of the provisional application. 
Response: Provisional applications may be filed in a language 
other than English as set forth in existing § 1.52(d). However, an 
English language translation is necessary for security screening 
purposes. Therefore, the PTO will require the English language 
translation and payment of the fee required in § 1.52(d) in the 
provisional application. Failure to timely submit the translation 
in response to a PTO requirement will result in the abandonment 
of the provisional application. If a 35 U.S.C. 111(a) application 
is filed without providing the English language translation in 
the provisional application, the English language translation 
will be required to be supplied in every 35 U.S.C. 111(a) 


application claiming priority of the non-English language provi- 
sional application. 

44. Comment: One comment suggested that a new model oath 
or declaration form for use in claiming 35 U.S.C. 119(e) priority 
and a “cover sheet” for use in filing provisional applications 


be published as an addendum to the final rules. 

Response: The suggestion has been adopted. See Appendix A 
for the sample cover sheet for filing a provisional application 
and Appendix B for the sample declaration for use in claiming 
35 U.S.C. 119(e) priority. 

45. Comment: One comment suggested that the statement in 
§ 1.53(b)(2) that the provisional application will not be given 
a filing date if all the names of the actual inventor or inventor(s) 
are not supplied be deleted and § 1.41 be amended to make an 
exception for provisional applications. The comment suggested 
that 35 U.S.C. 111() is satisfied as long as the name of one 
person who made an inventive contribution to the subject matter 
of the application is given. 

Response: The suggestion has not been adopted. Section 111(b) 
of title 35, United States Code, states that “a provisional applica- 
tion shall be made or authorized to be made by the inventor.” 
This language parallels 35 U.S.C. 111(a). The naming of inven- 
tors for obtaining a filing date for a provisional application is 
the same as for other applications. A provisional application 
filed with the inventors identified as “Jones et al.” will not be 
accorded a filing date earlier than the date upon which the 
name of each inventor is supplied unless a petition with the 
fee set forth in § 1.17(i) is filed which sets forth the reasons the 
delay in supplying the names should be excused. Administrative 
oversight is an le reason. It should be noted that for 
a35 U.S.C. 111(a) application to be entitled to claim the benefit 
of the filing date of a provisional application, the 35 U.S.C. 
111(a) application must have at least one inventor in common 
with the provisional application. 

46. Comment: One comment suggested that a drawing should 
not be required to obtain a filing date for a provisional applica- 
tion. Whatever is filed should be given a serial number and filing 
date in order to establish status as a provisional application, 
regardless of what is in the specification or drawing. If the 
provisional application omitted drawings, has pages missing, 
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or is otherwise incomplete, then applicant may not be able 
to rely on the filing date of the provisional application in a 
subsequently filed 35 U.S.C. 111(a) application. It should not 
be the job of the Application Branch to review compliance 
with § 1.81(a). 
Response: Section 111(b) of title 35, United States Code, states 
that a provisional application must include a specification as 
prescribed by 35 U.S.C. 112, first paragraph and a drawing as 
prescribed by 35 U.S.C. 113. Drawings are required pursuant 
to 35 U.S.C. 113 if they are necessary to understand the subject 
matter sought to be patented. If a provisional application as 
filed omitted drawings and/or has pages missing, the provisional 
application is prima facie incomplete and no filing date will 
be granted. Application Branch currently reviews all applica- 
tions to make sure that no filing date will be ted to an 
application that is prima facie incomplete. Application Branch 
will perform the same type of review with provisional applica- 
tions. If a filing date is not granted to a provisional application 
because it is prima facie incomplete, applicant may petition 
the PTO under § 1.182 to grant a filing date to the provisional 
application as of the date of deposit of the application papers 
if it can be shown that the omitted items are not necessary for 
the understanding of the subject matter. 
47. Comment: One comment objected to the requirement in § 
1.53(b)(2)(i) for a cover sheet identifying the application as a 
provisional application because it is unnecessarily rigid and 
contrary to Congress’ desire to keep the filing of provisional 
application as simple as possible. 
Response: The requirement that a provisional application be 
specifically identified on filing as a provisional application is 
not seen to be burdensome on the applicant and is necessary 
for the PTO to properly process the papers as a provisional 
application. All an applicant is required to do in order to comply 
with the requirement of § 1.53(b)(2)(i) is to include a transmittal 
sheet identifying the papers being filed as a PROVISIONAL 
application. 
48. Comment: Several comments suggested that in § 
1.53(b)(2)(ii), as proposed, the phrase “the expiration of 12 
months after the filing date of the provisional application” 
should read “the expiration of 12 months after the filing date 
of the § 1.53(b)(1) application”. 
Response: The suggestion has been adopted. 
49. Comment: One comment objected to the requirement in § 
1.53(b)(2)(ii) for a petition to convert an application filed under 
§ 1.53(b)(1) to a provisional application and suggested that any 
confusion concerning applicant’s intention could be handled 
informally without a petition or petition fee. 
Response: The requirement for a petition and fee is intended 
to ensure that the cost of any PTO reprocessing is borne specifi- 
cally by the applicant requesting the action. 
50. Comment: Several comments suggested that the filing fee 
required in an application filed under 35 U.S.C. 111(a) claiming 
benefit of the filing date of an earlier 35 U.S.C. 111(a) applica- 
tion which has been converted to a provisional application 
under proposed § 1.53(b)(2)(ii) be reduced, since the $730/ 
$365 filing fee was paid in the earlier application. 
Response: The suggestion has not been adopted. The filing fee 
required in an application filed under 35 U.S.C. 111(a) is set 
by statute. The statute does not provide for the suggested reduc- 
-_ in the filing fee. 

Comment: One comment suggested that proposed § 
i ‘S3byoyGil) should apply retroactively to permit applications 
filed between June 9, 1994, and June 8, 1995, to be converted 
to provisional applications. 
Response: The suggestion has not been adopted. The statute 
does not permit a provisional application to have a filing date 
prior to June 8, 1995. 
52. Comment: One comment suggested that § 1.53(b)(2)(ii) be 
revised to state that the petition requesting conversion must 
also be filed before (1) the application becomes involved in 
interference, or (2) notice by the PTO of intent to publish the 
application as a statutory invention registration. This suggestion 
conforms with 35 U.S.C. 111(b)(8). 
Response: The suggestion has not been fully It is not 
necessary to include interference in § 1.53(b)(2)(ii) because if 
a 35 U.S.C. 111(a) application becomes involved in an interfer- 
ence proceeding and applicant files a petition requesting conver- 
sion of that 35 U.S.C. 111(a) application to a provisional 
application, the 35 U.S.C. 111(a) will be removed from the 
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interference proceeding upon granting the petition to convert. 
When a subsequent 35 U.S.C. 111(a) application is filed based 
on the provisional application, the subsequent 35 U.S.C. 111(a) 
application could be placed in the interference proceeding if 
. As to the reference to statutory invention registration, 
§ 1.53(b)(2)(ii) is being amended to require the petition and 
the fee be filed prior to the earlier of the abandonment of the 
35 U.S.C. 111(a) application, the payment of the issue fee, the 
expiration of 12 months after the filing date of the 35 U.S.C. 
111(a) application, or the filing of a request for a statutory 
invention registration under § 1.293. 
53. Comment: One comment suggested that the procedures for 
converting a 35 U.S.C. 111(a) application to a provisional 
application be explained in greater detail in § 1.53(b)(2)(ii) or 
in the discussion. If a 35 U.S.C. 111(a) application is converted 
to a provisional application on the last day of the 12-month 
period, and a second 35 U.S.C. 111(a) application is concur- 
rently filed, how should this be done and how should the first 
sentence in the second 35 U.S.C. 111(a) application be worded. 
Furthermore, if a 35 U.S.C. 111(a) application is converted to 
a provisional application on the last day of the 12-month period, 
will it be necessary to file a second 35 U.S.C. 111(a) application 
on the same day, or else lose the priority claim. 
Response: The suggestion has not been adopted. The language 
in § 1.53(b)(2)(ii) is clear relating to the requirements for 
converting a 35 U.S.C. 111(a) application to a provisional 
application. If applicant wishes to convert a 35 U.S.C. 111(a) 
application to a provisional application, applicant must file a 
petition requesting the conversion along with the petition fee 
set forth in § 1.17(q). The petition and the fee must be filed 
prior to the earlier of the abandonment of the 35 U.S.C. 111(a) 
application, the payment of the issue fee, the expiration of 12 
months after the filing date of the 35 U.S.C. 111(a) application, 
or the filing of a request for a statutory invention registration 
under § 1.293. In the example noted in the comment, if a 35 
U.S.C. 111(a) application is converted to a provisional applica- 
tion on the last day of the 12-month period, a second 35 U.S.C. 
111(a) application must be filed on that same day, otherwise, 
applicant will lose the priority pursuant to 35 U.S.C. 119(e). 
An example of how the first sentence of the second 35 U.S.C. 
111(a) application would read is, “This application claims the 
benefit of U.S. Provisional Application No. 60/—, filed—, 
which was converted from Application No.—.” 
54. Comment: One comment suggested that the PTO consider 
a rule mandating that any prior U.S. application that would 
have been eligible for conversion to a provisional application 
that is abandoned in favor of a continuing application within 
one year of the earliest priority date asserted be deemed con- 
structively converted to a provisional application. 
Response: The suggestion has not been adopted. Conversion 
of a 35 U.S.C. 111(a) application to a provisional will be 
permitted only by way of a petition and under the conditions 
set forth in § 1.53(b)(2)(ii). One reason for this is that the PTO 
plans to provide sufficient information on the printed patent to 
determine the end date of the 20-year patent term by identifying 
provisional applications using a unique series code, i.e., “60”. 
Thus, a 35 U.S.C. 111(a) application converted to a provisional 
application will need to be reprocessed by the PTO with a new 
application number. The petition fee is intended to reimburse 
the PTO for the extra processing necessitated by the conversion. 
55. Comment: One comment stated that § 1.53(b)(2)(ii) permits 
the conversion of a 35 U.S.C. 111(a) application to a provisional 
application. However, it is silent as to whether such a conversion 
would kill any benefit the 35 U.S.C. 111(a) application had of 
domestic and/or foreign priority. 
Response: Section 111(b)(7) of title 35, United States Code, 
specifically states that a provisional application shall not be 
entitled to the right of priority of any other application under 
35 U.S.C. 119 or 365(a) or to the benefit of an earlier filing 
date in the United States under 35 U.S.C. 120, 121, or 365(c). 
If a 35 U.S.C. 111(a) application is converted to a provisional 
application, the granting of the conversion will automatically 
eliminate any claim of priority which could have been made 
in the 35 U.S.C. 111(a) application. 
56. Comment: Several comments suggested that it was inconsis- 
tent with the purpose of the provisional application to require 
any compliance with the Sequence Disclosure Rules §§ 1.821- 
1.823 and 1.825, since the provisional applications are not 
examined and there is no comparison of the sequences with 
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the prior art. 

Response: The Office agrees with the comments that a provi- 
sional application need not comply with the requirements of §§ 
1.821 through 1.825. Section 1.53(b)(2)(iii) is being amended 
to indicate that the requirements of §§ 1.821 through 1.825 
regarding sequence listings are not mandatory for a provisional 
application. However, applicants are cautioned that in order 
for a 35 U.S.C. 111(a) application to obtain the benefit of the 
filing date of an earlier filed provisional application, the claimed 
subject matter of the 35 U.S.C. 111(a) application must have 
been disclosed in the provisional application in a manner pro- 
vided by 35 U.S.C. 112, first paragraph. Applicants are encour- 
aged to follow the sequence rules to ensure that support for 
the invention claimed in the 35 U.S.C. 111(a) application can 
be readily ascertained in the provisional application. 

57. Comment: One comment suggested that the language in § 
1.53(e)(2) that a provisional application will become abandoned 
no later than twelve months after its filing date was misleading 
and that the words “no later than” should be deleted because 
it was believed that a provisional application could not be 
abandoned prior to twelve months after its filing date. 
Response: The statute does not state that a provisional applica- 
tion can never be abandoned prior to twelve months after its 
filing date. In fact, a provisional application may be abandoned 
as a result of applicant’s failure to timely respond to a PTO 
requirement. For example, if a provisional application which 
has been accorded a filing date does not include the appropriate 
filing fee or the cover sheet required by § 1.51(a)(2), applicant 
will be so notified if a correspondence address has been pro- 


vided and given a period of time within which to file the fee, 
cover sheet and to pay the surcharge as set forth in § 1.16(1). 
Failure to timely respond will result in the abandonment of the 
application. This may occur prior to twelve months after its 
filing date. Furthermore, a provisional application may also be 
expressly abandoned prior to twelve months from its filing 
date 


58. Comment: One comment objected to the deletion of the 
“retention fee” practice in § 1.53(d) since it permits an applicant 
in a first application claiming benefits under 35 U.S.C. 119(a)- 
(d) or 120 to correct inventorship by filing a second application 
without having to pay the full filing fee in the first application. 
Response: Since the comment indicated that there is a benefit 
to retain the retention fee practice, the proposal to eliminate 
the practice is withdrawn. 

59. Comment: One comment stated that the language of §§ 
1.53(d)(1) and (d)(2) indicates an intent by the PTO to mail 
the “Notice Of Missing Parts” to applicant’s post office address 
and argues that the “Notice” should be mailed to the registered 
practitioner who filed the application on behalf of the applicant. 
Response: The language in §§ 1.53(d)(1) and (d)(2) states that 
the applicant will be notified of the missing part, if a correspon- 
dence address is provided. This means that the “Notice” to 
applicant will be mailed to the correspondence address provided 
in the application papers. Under current PTO practice, if no 
specific correspondence address is identified in the application, 
the address of the registered practitioner who filed the applica- 
tion on behalf of the applicant is used as the correspondence 
address. If no specific correspondence address or registered 
practitioner is identified in the application, the post office 
address of the first named inventor is used as the correspondence 
address. No change in current PTO practice in this regard is 
required as a result of § 1.53(d)(2) nor is any change planned. 
60. Comment: Several comments objected to the dele- 
tion of § 1.60. One comment suggested that the deletion of § 
1.60 was a major rule change and should have been proposed 
separate from the proposed rules dealing with the changes in 
practice required by Public Law 103-465. 

Response: In view of the comments received, the proposal to 
delete § 1.60 is withdrawn. However, the proposal will be 
considered as part of a comprehensive effort being conducted 
by the PTO to reengineer the entire patent process. 

61. Comment: One comment suggested that in view of the 
deletion of § 1.60, language should be incorporated in § 
1.53(a)(1) to state that a copy of the prior application along 
with a copy of the declaration may be filed to obtain a filing 
date. Furthermore, full details and guidelines of the procedure 
should accompany the rule. 

Response: The suggestion has not been adopted. The proposal 
to delete § 1.60 is withdrawn in view of several comments 
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received objecting to the deletion. 

62. Comment: One comment suggested that the removal of the 
stale oath practice be codified. 

Response: The suggestion has not been adopted. Neither the 
statute nor the rules require a recent date of execution to appear 
on the oath or declaration. The PTO practice of objecting to 
an oath or declaration where the time elapsed between the date 
of execution and the filing date of the application is more than 
three months is found in section 602.05 of the MPEP. Therefore, 
the removal of the stale oath practice will be accomplished by 
amending the MPEP. 

63. Comment: One comment questioned whether a copy of an 
application faxed to an attorney could be filed in the PTO as 
the application papers. 

Response: Yes. While a patent application may not be faxed 
directly to the PTO, an application faxed to an attorney may 
be forwarded to the PTO by mail or courier as the application 
papers provided the papers meet the formal requirements of § 
1.52. Effective November 22, 1993, § 1.4 was amended to 
include a new paragraph (d) to specify that most correspondence 
filed in the PTO, which requires a person’s signature, may be 
an original, a copy of an original or a copy of a copy. Only 
correspondence identified in §§ 1.4(e) and (f) require the orig- 
inal to be filed in the PTO. Thus, an oath or declaration required 
by § 1.63, 1.153, 1.162 or 1.175 may be an original, a copy 
of an original or a copy of a copy. See 1156 Off. Gaz. Pat. 
Office 61 (November 16, 1993). 

64. Comment: One comment suggested that applicant be per- 
mitted to use § 1.62 procedure to file the 35 U.S.C. 111(a) 
application which claims the benefit of a provisional applica- 
tion, at least in those situations where the 35 U.S.C. 111(a) 
application has been converted to a provisional application 
which is followed by the filing of a second 35 U.S.C. 111(a) 
application. 

Response: The suggestion has not been adopted. Section 1.62 
will not be amended to permit the filing a 35 U.S.C. 111(a) 
application based on a provisional application because the PTO 
sees this situation as a trap for applicants. The filing procedures 
would be made more complicated if an exception is provided 
to address situations where a 35 U.S.C. 111(a) application is 
converted to a provisional application and a second 35 U.S.C. 
111(a) application is later filed. However, the suggestion will 
be taken under advisement when greater familiarity with provi- 
sional applications is developed. 

65. Comment: One comment suggested that § 1.62 procedure be 
replaced with a simple petition procedure to reopen prosecution. 
Response: The suggestion is not being adopted. However, the 
suggestion will be taken under advisement as part of a compre- 
hensive effort being conducted by the PTO to reengineer the 
entire patent process. 

66. Comment: One comment suggested that the language in § 
1.62(a) that requires an identification of the “applicant’s name 
of the prior complete application” is confusing and should be 
clarified. 

Response: The suggestion has been adopted. Section 1.62 is 
being amended to require the identification of the “applicants 
named in the prior complete application.” 

67. Comment: One comment suggested that § 1.62 be amended 
to state that the refiling procedures set forth in § 1.62 may be 
used after the issue fee is paid when a petition under § 
1.313(b)(5) is granted. This practice is permitted pursuant to 
the notice published in 1138 Off. Gaz. Pat. Office 40 (May 
19, 1992). 

Response: The suggestion has been adopted. 

68. Comment: One comment suggested that § 1.62 be amended 
to clarify whether applicant need to re-list, in the § 1.62 applica- 
tion, all the references cited by the examiner and applicant in 
the parent application in order to get those references printed 
on the eventual patent. 

Response: The suggestion has not been adopted. Section 609 
of the MPEP (Sixth Edition, Jan. 1995) has been amended to 
clarify that in a § 1.62 application, references submitted and 
cited in the parent application need not be resubmitted. These 
references will be printed on the patent. However, in any contin- 
uing application filed under § 1.53(b)(1) or 1.60, a list of the 
references must be resubmitted if applicant wishes to have the 
references printed in the eventual patent. 

69. Comment: One comment suggested that § 1.67 should go 
into more detail on when supplemental oaths are required in 


U.S. PATENT AND TRADEMARK OFFICE 


1194 TMOG 243 
(94) 


H 1.53 filings of continuation and divisional applications. 
Response: The suggestion has not been adopted because it is 
seen to be unnecessary and no substantive change was proposed 
to § 1.67 in the Notice of Proposed Rulemaking. 
70. Comment: One comment suggested that “not but” in § 
1.67(b) should read “but not”. 
Response: The suggestion has been 
71. Comment: Several comments suggested that a rule be pro- 
vided to state that an application for patent is permitted to 
claim the benefit of the filing date of more than one prior 
provisional application so long as the applicant complies with 
all statutory provisions. 
Response: The suggestion has been adopted. Section 1.78(a)(3) 
is being amended to indicate that applicants are permitted to 


separately claim the benefit of the filing date of more than one 
prior provisional application in a later filed 35 U.S.C. 111(a) 
application provided all statutory requirements of 35 U.S.C. 
119(e) are complied with. It is noted that current practice per- 
mits an application to claim the benefits of the filing date of 
more than one prior foreign application under 35 U.S.C. 119(a)- 


(d) and of more than one prior copending U.S. application 
under 35 U.S.C. 120, without an explicit statement to that 
effect in the rules. Since the final rules are being amended to 
specifically permit applications filed under 35 U.S.C. 111(a) 
ss didn Geren af Ge tiide due of deer Gen enr-geier 
copending provisional application, ing changes are 
also being made to §§ 1.55 and 1.78(a)(1) relating to claims 
for the benefits available under 35 U.S.C. 119(a)-(d) and 120 
to be consistent with § 1.78(a)(3). 
72. Comment: Several comments requested that the PTO 
specify language to use in the first sentence of an application 
when priority is based on more than one provisional application. 
Response: Section 1.78(a)(4) requires that “any application 
claiming the benefit of a prior filed copending provisional 
application must contain or be to contain in the first 
sentence of the specification following the title a reference to 
such prior provisional application, identifying it as a provisional 
application, and including the provisional application number.” 
Where a 35 U.S.C. 111(a) application claims the benefit of 
more than one provisional application, a suitable reference 
would read, ”This application claims the benefit of U.S. Provi- 
sional Application No. 60/—, filed— and U.S. Provisional 
Application No. 60/—, filed —.” In addition, for an application 
which is claiming the benefit under 35 U.S.C. 120 of a prior 
application, which in turn claims the benefit of a provisional 
application under 35 U.S.C. 119(e), a suitable reference would 
read, “This application is a continuation of U.S. application 
No. 08/—, filed —, now abandoned, which claims the benefit 
of U.S. Provisional Application No. 60/—, filed —.” 
73. Comment: One comment suggested that the rules address 
the effect on patent term where an applicant in a continuing 
application deletes the reference to the prior filed application 
before the patent issues. 
Response: An applicant has full control over claims to the 
benefit of an earlier filing date under 35 U.S.C. 120, 121 or 
365(c). The 20-year patent term will be based upon the filing 
date of the earliest U.S. application that the applicant makes 
reference to under 35 U.S.C. 120, 121 and 365(c). Whether an 
applicant is entitled to the benefit of the filing date of an earlier 
application is something that an applicant should examine 
before the patent is issued. The PTO is not, unless it comes 
up as an issue in the examination process, going to determine 
whether any of the claims are entitled to the earlier filing date. 
Applicant however, should determine whether the claims are 
entitled to or require the benefit of the earlier filing date. If 
not, the applicant should consider canceling the reference to 
the earlier filed application to avoid having the 20-year patent 
term measured from that earlier filing date. An amendment 
adding or deleting a reference to an earlier filed application 
presented prior to a final action will be entered, however, the 
claims may be subject to possible intervening prior art. 
74. Comment: One comment stated that in view of the fact 
that a provisional application is not entitled to claim the benefit 
of a prior filed copending national or international application 
as stated in § 1.53(b)(2)(iii), the phrase “other than a provisional 
application” in § 1.78(a)(2) is unn 
Response: Section 1.78(a)(2) is being amended to state that 
“any nonprovisional application claiming the benefit of a prior 
copending nonprovisional or international application must 
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contain....” Section 1.78(a)(2) addresses a 35 U.S.C. 111(a) 
application which claims the benefit of a prior copending 35 
U.S.C. 111(a) application or international application. 
75. Comment: Several comments objected to the content 
requirements for drawings filed in a provisional application as 
originally set forth in proposed § 1.83(a)(2). One comment 
suggested that no rule was necessary to set forth the required 
content of drawings in a provisional application. 
Response: In view of the comments received, the 
amendment to § 1.83 is withdrawn. Under 35 U.S.C. 113, 
first sentence, applicant must furnish drawings in a provisional 
application “where necessary for the understanding of the sub- 
ject matter sought to be patented.” This requirement is also 
stated in existing § 1.81(a). Therefore, no further elaboration 
on the content of the drawings in a provisional application is 
believed necessary in the rules. 
76. Comment: One comment suggested that the rules specify 
that formal drawings are not required in a provisional applica- 
tion. 
Response: The suggestion has not been adopted. However, the 
PTO intends to examine provisional applications for require- 
ments of form only to the extent that is necessary to permit 
normal storage and microfilming of the application papers. 
Formal drawings are usually not required for those purposes. 
77. Comment: Several comments suggested that § 1.97(d) be 
amended to require the PTO to consider any information disclo- 
sure statement submitted after a final rejection or notice of 
allowance if an appropriate fee is paid. 
Response: The suggestion has not been adopted because no 
substantive change to this rule was proposed in the Notice 
of Proposed Rulemaking. The existing rules are designed to 
encourage prompt submission of information to the PTO. To 
permit applicant to merely pay a fee to have any information 
disclosure statement submitted after a final rejection or Notice 
of Allowance would be contrary to the effort to encourage 
prompt submissions. 
78. Comment: One comment suggested that § 1.97 be changed 
so that an Office action which uses a newly cited reference as 
a ground for rejection under 35 U.S.C. 102 or 103 cannot be 
made final. 
Response: The suggestion has not been adopted because no 
substantive change to this rule was proposed in the Notice of 
Proposed Rulemaking. 
79. Comment: One comment suggested that the words “which 
are not examined” in § 1.101 as proposed are unnecessary 
and could create a negative implication that some provisional 
applications are examined. 
Response: The suggestion has not been adopted. By statute, 
provisional applications are not subject to 35 U.S.C. 131, ice., 
the Commissioner is not permitted to examine a provisional 
application for patentability. 
80. Comment: Several comments stated that it is unfair to 
require small entities to pay the full $730.00 fee set forth in 
§ 1.129. It is suggested that the fee be changed to 
$365.00 or less. 
Response: Pursuant to Public Law 103-465, the Commissioner 
has the authority to establish appropriate fees for the further 
limited reexamination of applications and for the examination 
of more than one independent and distinct invention in an 
application. As a result of additional review, it was concluded 
that these fees may be reduced by 50% for small entities. 
Sections 1.17(r) and (s) are being amended to indicate that the 
fees are reduced by 50% for small entities, that is, $365.00 for 
small entities. 
81. Comment: Several comments suggested that the transitional 
procedure set forth in § 1.129(a) as proposed is equivalent to 
filing one application, i.e., it provides for an extra examination 
and reexamination after the original final rejection, and, there- 
fore, the requirement for two $730.00 fees, which is equivalent 
to two filing fees, is unwarranted. Another comment suggested 
that if the proposed $730.00 fee is adopted, the examiner should 
be instructed to treat the after-final amendment as any other 
initial filing, i.ec., a new application, not as an amendment 
submitted after a non-final office action. 
Response: Under existing PTO practice, it would not be proper 
to make final a first Office action in a continuing or substitute 
application where the continuing or substitute application con- 
tains material which was presented in the earlier application 
after final rejection or closing of prosecution but was denied 
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entry because (1) new issues were raised that required further 
consideration and/or search, or (2) the issue of new matter was 
raised. The identical procedure will apply to examination of a 
submission considered as a result of the procedure under § 
1.129(a). Thus, under § 1.129(a), if the first submission after 
final rejection was initially denied entry in the application 
because (1) new issues were raised that required further consid- 
eration and/or search, or (2) the issue of new matter was raised, 
then the next action in the application will not be made final. 
Likewise, if the second submission after final rejection was 
initially denied entry in the application because (1) new issues 
were raised that required further consideration and/or search, 
or (2) the issue of new matter was raised, then the next action 
in the application will not be made final. Thus, the fee required 
by § 1.129(a) has been set at the amount required for filing 
an application because the procedure provided by the rule is 
equivalent to the filing of two applications. No new matter can 
be entered by payment of the fee set forth in § 1.17(r). 

82. Comment: Several comments suggested that the fees 
required for filing a provisional application and those fees 
required by §§ 1.129(a) and (b) for the transitional procedures 
should not be greater than the average cost of processing such 
matters by the PTO. Two comments stated that the fee required 
by § 1.129(a) is excessive relative to PTO costs. 

Response: The fee required for filing a provisional application 
is set by Public Law 103-465 and the PTO has no discretion 
with respect to the amount of that particular fee. As to the fee 
required by § 1.129(a), the procedures relating to the first 
submission provided by § 1.129(a) is equivalent to the filing 
of a file wrapper continuation application under § 1.62, and 
therefore, the fee required with the first submission is pri- 
ately set at the same amount as a filing fee, which is $730.00. 
The $730.00 fee is subject to a 50% reduction for small entities. 
The second submission is equivalent to the filing of a second 
file wrapper continuation application and the fee for the second 
submission is appropriately set at the same amount as a filing 
fee. As to the fee required by § 1.129(b), the procedures set forth 
in § 1.129(b) permit applicants to retain multiple inventions in 
a single application rather than having to file multiple divisional 
applications. The fee for each independent and distinct inven- 
tion in excess of one is appropriately set at the same amount 
as the filing fee for a divisional application, which is $730.00. 
The $730.00 fee is subject to a 50% reduction for small entities. 
83. Comment: One comment suggested that the time period 
for the payment of the $730.00 fee for the transitional after- 
final practice be extended if applicant files a petition seeking 
reversal of the examiner’s refusal to enter the amendment after 
final without fee, until one month after an unfavorable decision 
on the petition. 

Response: If an earlier filed petition seeking reversal of the 
examiner’s refusal to enter the amendment after final is granted 
by the Director finding that the final rejection was premature, 
but the petition had not been decided by the time the § 1.129(a) 
fee was due, applicant must submit the § 1.129(a) fee so as to 
toll the time period for response to the final rejection. Otherwise, 
the application would be abandoned. Upon granting of such a 
petition by the Director, the § 1.129(a) fee paid will be refund- 
able to applicant on request. Applications that fall under § 
1.129(a) are under final rejection and there is a time period 
running against the applicant. Applicant must toll that time 
period by paying the transitional after-final fee set forth in § 
1.129(a) and any necessary extension of time fees and Notice 
of Appeal fee. Section 1.129(a) is being amended to indicate 
that the submission and the fee set forth in § 1.17(r) may be 
submitted before the filing of the Appeal Brief and prior to 
abandonment of the application. 

84. Comment: One comment suggested that if it is decided that 
the transitional after-final practice is made permanent, the PTO 
should seek legislative authorization to provide reduced fees 
for small entities. 

Response: If it is decided that the transitional after-final practice 
be made permanent, the PTO will propose legislation to accom- 
plish this change. 

85. Comment: Several comments suggested that §§ 1.129(a) 
and (b) should apply to all applications regardless of whether 
they were filed before or after June 8, 1995. Several comments 
suggested that the practices set forth in §§ 1.129(a) and (b) 
should be made permanent. 
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Several comments suggested that an applicant should be 
permitted to have a submission entered and considered after 
any final rejection upon payment of a fee as set forth in § 
1.17(r), not just the first and second final rejections. 
Response: The suggestions have not been adopted at this time. 
However, the PTO is undertaking a project to reengineer the 
entire patent process. These suggestions will be taken under 
advisement in that project. 

86. Comment: One comment suggested that the PTO make an 
effort to treat applications in which a submission under § 
1.129(a) has been filed on an expedited basis. 

Response: Once the submission is filed and the fee set forth 
in § 1.17(r) is paid the finality of the last PTO action is with- 
drawn. The filing of the submission and the fee under § 1.129(a) 
is equivalent to the filing of a continuing application and will 
be treated in the same fashion and under the same turnaround 
time frame as a continuing application. 

87. Comment: One comment suggested that PTO practice be 
changed so that a first Office action in a continuing application 
cannot be made final. 

One comment suggested that PTO practice regarding second 
action final be relaxed. 

Response: The suggestions have not been adopted at this time. 
However, the PTO is undertaking a project to reengineer the 
entire patent process. These suggestions will be taken under 
advisement in that project. 

88. Comment: One comment stated that in proposed § 1.129, 
there is no express provision for the finality of the previous 
rejection to be withdrawn if applicant complies with the pro- 
posed rule. It is suggested that the proposed rule state that the 
finality of the previous action would be withdrawn if applicant 
complied with the rule when making a first or second submis- 
sion after a final action. 

Response: The suggestion has been adopted. 

89. Comment: One comment requested that the PTO clarify 
whether § 1.129(a) required the first final rejection to be specifi- 
cally withdrawn and a different final (i.e., one containing a 
new ground of rejection) rejection made before applicant is 
entitled to make a second submission. 

Response: The final rule provides that the finality of the pre- 
vious final office action is automatically withdrawn upon the 
timely filing of the first § 1.129(a) submission and the fee set 
forth in § 1.17(r). If the first PTO action following the payment 
of the § 1.17(r) fee is a non-final office action, a further response 
from applicant will be entered and considered as a matter of 
right without payment of the fee set forth in § 1.17(r). If the 
next office action or any subsequent action is made final, the 
finality of that office action will be automatically withdrawn 
upon the timely filing of a second § 1.129(a) submission and 
the fee set forth in § 1.17(r). 

90. Comment: One comment suggested that the PTO not permit 
the first PTO action following the payment of the § 1.17(r) fee 
to be made final under any circumstances. 

Response: The suggestion has not been adopted. The first PTO 
action following the payment of the § 1.17(r) fee may be made 
final under the same conditions that a first office action may 
be made final in a continuing application (see section 706.07(b) 
of the MPEP). However, it would not be proper to make final 
a first Office action in a continuing or substitute application 
where the continuing or substitute application contains material 
which was presented in the earlier application after final rejec- 
tion or closing of prosecution but was denied entry because 
(1) new issues were raised that required further consideration 
and/or search, or (2) the issue of new matter was raised. The 
procedure set forth in section 706.07(b) of the MPEP will apply 
to examination of a submission considered as a result of the 
procedure under § 1.129(a). 

91. Comment: Several comments suggested that the filing of 
the first submission under § 1.129(a) within the statutory period 
for response set in final rejection should toll the running of 
the six-month statutory period. 

Response: The filing of a submission, e.g., an information 
disclosure statement or an amendment, after a final rejection 
without payment of the fee set forth in § 1.17(r) will not toll 
the period for response set in the final rejection. However, § 
1.129(a) is being amended to provide in the rule that the finality 
of the previous Office action is automatically withdrawn upon 
the filing of the submission and the payment of the fee set 
forth in § 1.17(r). Thus, the filing of a submission and the 
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payment of the fee set forth in § 1.17(r) and any extension of 
time fees and Notice of Appeal fee, if they are necessary to 
avoid abandonment of the application, will automatically toll 
the period for response set in the final rejection. It must be 
kept in mind that the provisions of § 1.129 apply only to an 
application, other than for reissue or a design patent, that has 
been pending for at least two years as of June 8, 1995, taking 
into account any reference made in such application to any 
earlier filed application under 35 U.S.C. 120, 121 and 365(c). 
92. Comment: One comment asked (1) whether it would be 
necessary to file a Notice of Appeal and appeal fee with or 
after the first submission and fee if the examiner acts on the 
first submission and before the end of the six months from the 
date of the final rejection issues (a) a notice of allowance, (b) 
a non-final action, or (c) a second final rejection; (2) would 
the Notice of Appeal and fee be due only at the end of the six 
months from the date of the final rejection regardless of whether 
the examiner has acted on the submission by then; and (3) if 
the Notice of Appeal and fee have once been paid following 
a first final rejection, would a second notice and fee need to 
be paid if a second final rejection were issued and applicant 
desired to file a second submission under § 1.129(a). 

Another comment suggested that the appeal fee set forth in 

§ 1.17(e) should not be required where the Notice of Appeal 
is filed with a § 1.129(a) submission and the fee set forth in 
§ 1.17(r). 
Response: As to questions (1) and (2) and the second comment, 
if the first submission and the proper fee set forth in § 1.17(r) 
are timely filed in response to the final rejection, the finality 
of the previous rejection will be automatically withdrawn and 
applicant need not file the Notice of Appeal or the appeal fee. 
For example, if the first submission and the proper fee set forth 
in § 1.17(r) were filed on the last day of the six-month period 
for response to the final rejection, applicant must also file a 
petition for three months extension of time with the appropriate 
fee in order to avoid abandonment of the application. In such 
case, applicant need not file the Notice of Appeal or the appeal 
fee if the proper fee set forth in § 1.17(r) was timely paid. 
However, under the same fact situation, if applicant failed to 
submit the proper fee set forth in § 1.17(r), the finality of the 
previous rejection would not be withdrawn and the time period 
for response would still be running against applicant. In such 
case, a Notice of Appeal and appeal fee must also accompany 
the papers filed at the six-month period in order to avoid aban- 
donment of the application. The proper fee set forth in § 1.17(r) 
must be filed prior to the filing of the Appeal Brief and prior 
to the abandonment of the application. 

As to question (3), if the Notice of Appeal and fee have 
once been paid following a first final rejection and applicant 
timely files a first submission and the proper fee set forth in 
§ 1.17(1), the finality of the previous final rejection will be 
withdrawn and the appeal fee paid could be applied against 
any subsequent appeal. If the examiner issues a non-final rejec- 
tion in response to applicant’s first submission, a further 
response from applicant will be entered and considered as a 
matter of right. If any subsequent Office action is made final, 
applicant may file a second submission along with the proper 
fee pursuant to § 1.129(a). If the second submission and the 
proper fee set forth in § 1.17(r) are timely filed in response to 
the subsequent final rejection, the finality of the previous final 
rejection will be withdrawn. Any submission filed after a final 
rejection made in the application subsequent to the fee under 
§ 1.129(a) having been paid twice will be treated as set forth 
in § 1.116. Applicant may, upon payment of the appeal fee, 
appeal a final rejection within the time allowed for response 
pursuant to § 1.191. 

93. Comment: One comment questioned whether the “first 
submission” under § 1.129(a) has to be the first response filed 
after a final rejection or could it include subsequent responses 
to the same final rejection. 

Response: The “first submission” under § 1.129(a) would 
include all responses filed prior to and with the payment of 
the fee required by § 1.129(a) provided the submission and fee 
are filed prior to the filing of the Appeal Brief and prior to 
abandonment of the application. 

94. Comment: One comment suggested that § 1.129(a) be 
changed to permit the procedure to be available up until the 
filing of an Appeal Brief since it is not uncommon to file an 
amendment after a Notice of Appeal is filed but before the 
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filing of an Appeal Brief. 
Response: The suggestion has been adopted. 

Section 1.129(a) is being amended to indicate that the sub- 
mission and the fee set forth in § 1.17(r) must be submitted 
before the filing of the Appeal Brief and prior to abandonment 
of the application. 

95. Comment: One comment suggested that the transitional 
after-final practice be available at any time after final, including 
after the resolution of an appeal unfavorable to applicant in 
whole or in part. 
Response: The suggestion has not been adopted. Section 
1.129(a) is being amended to indicate that the submission and 
the fee set forth in § 1.17(r) must be submitted before the filing 
of the Appeal Brief and prior to abandonment of the application. 
The suggestion to extend the period to after the resolution of 
an appeal unfavorable to applicant in whole or in part has not 
been adopted because the suggestion would further unduly 
extend prosecution of the application. 
96. Comment: One comment stated that if an examiner must 
withdraw the finality of the rejection as a result of the transi- 
tional provision, the examiner should be credited with two 
counts in order to be compensated for the additional work. 
Response: The examiner credit system is not part of this rulem- 
aking package. However, as part of the Public Law 103-465 
implementation plan, some accommodation will be made for 
the extra work performed. 
97. Comment: One comment stated that regarding the transi- 
tional after-final practice, the fee should not be required if the 
only reason is to have the PTO consider recently obtained art. 
Response: Under current practice, if applicant submits prior 
art after final rejection but before the payment of issue fee, the 
art will be considered if applicant makes the required certifica- 
tion and submits a petition with the required petition fee of 
$130.00 (see section 609 of the MPEP). If applicant can make 
the certification, applicant would not have to rely on the transi- 
tional after-final procedure to have the prior art considered. In 
the event that applicant cannot make the certification, then the 
procedure under § 1.129(a) is available if applicant wishes the 
PTO to consider the prior art without refiling the application. 
98. Comment: One comment suggested that the PTO modify 
existing restriction practice to make it more difficult for exam- 
iners to require restriction, for example, by requiring every 
restriction requirement to show two-way distinctness and sepa- 
rate status in the art established by means other than reference 
to the PTO’s classification system. 
Response: The suggestion has not been adopted. However, the 
PTO is undertaking a project to reengineer the entire patent 
process. This suggestion will be taken under advisement in that 
yject. 
9. Comment: One comment suggested that the pendency 
periods required by §§ 1.129(a) and (b) should be 18 months 
rather than 2-year and 3-year, respectively. 
Response: The pendency periods set forth in the rule which 
establish eligibility for the transitional procedures are set forth 
in Public Law 103-465. 
100. Comment: One comment suggested that § 1.129(a) be 
amended to permit prosecution to be reopened after a Notice 
of Allowance or final rejection upon the filing of a form 
requesting that prosecution be reopened and payment of the 
necessary fee. 
Response: The procedures set forth in § 1.129(a) are not appli- 
cable to amendments filed after a Notice of Allowance. Amend- 
ments filed after the mailing of a Notice of Allowance are 
governed by § 1.312. The procedures set forth in § 1.129(a) 
are applicable to amendments filed after a final rejection. If 
applicant submits an amendment after final and the examiner 
notifies the applicant in writing that the amendment is not 
entered, § 1.129(a) permits applicant to submit a letter prior 
to abandonment of the application and prior to the filing of 
the Appeal Brief, requesting entry of the prior filed amendment 
along with the payment of the appropriate fee set forth in § 
1.17(r). The letter requesting entry of the prior filed amendment 
would be equivalent to “a form” as suggested in the comment. 
101. Comment: One comment suggested that the PTO liberalize 
its current practice under § 1.116 to make it easier for amend- 
ments or evidence to be entered and considered after a final 
rejection. 
Response: The suggestion has not been since no change 
was proposed to § 1.116 in the Notice of Proposed Rulemaking. 
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However, the suggestion will be taken under advisement as 
part of a comprehensive effort being conducted by the PTO to 
reengineer the entire patent process. It should be noted that 
any change to liberalize the current practice under § 1.116 
would necessitate increasing fees. 

102. Comment: Several comments suggested that the transi- 
tional restriction provision be modified to state that no restric- 
tion requirement shall be made or maintained in any application 
pending for three years on the effective date of the legislation. 
The comment stated that if restriction requirements made prior 
to April 8, 1995, are permitted to be maintained then applicants 
will be forced to file divisional applications resulting in the 
automatic loss of term after June 8, 1995. A heavy penalty will 
be placed on the chemical, pharmaceutical and biotechnology 
industries, who have less than 4 months to search through 
the ancestors of all pending applications and to identify all 
restriction requirements and to file divisional applications 
before June 8, 1995. The comment further suggested that the 
current restriction practice be changed in view of the implemen- 
tation of the 20-year term. 

Response: The suggestion has not been adopted. The two- 
month date set forth in § 1.129(b)(1)(i) is from the Statement 
of Administrative Action, which is part of Public Law 103- 
465. Under section 102 of Public Law 103-465, "the statement 
of administrative action approved by the Congress shall be 
regarded as an authoritative expression by the United States 
concerning the interpretation and application of the Uruguay 
Round Agreements and this Act in any judicial proceeding 
in which a question arises concerning such interpretation or 
application.” The Commissioner does not have any authority 
to establish rules which are inconsistent with the Act. It is 
noted that in cases where a restriction requirement was made 
prior to April 8, 1995, applicant will have sufficient time to 
file divisional applications prior to June 8, 1995, so as to 
retain the benefit of the 17-year patent term for those divisional 
applications. 

The PTO is currently reviewing the restriction practice in 
view of the implementation of the 20-year patent term. It is 
noted that a change in restriction practice without changes to 
other fees would have a negative impact on funding needed to 
operate the PTO. 

103. Comment: Several comments suggested that proposed 
exceptions (1) and (2) in § 1.129(b) ignore the mandatory 
language of section 532(2)(B) of Public Law 103-465 and 
should be deleted. 

Response: The suggestion has not been adopted. The exceptions 
referred to are contained in the Statement of Administrative 
Action, which is part of Public Law 103-465. Under section 
102 of Public Law 103-465, “the statement of administrative 
action approved by the Congress shall be regarded as an authori- 
tative expression by the United States concerning the interpreta- 
tion and application of the Uruguay Round Agreements and 
this Act in any judicial proceeding in which a question arises 
concerning such interpretation or application.” 

104. Comment: One comment asked whether “restriction” 
under § 1.129(b) apply to election of species under § 1.146. 
Response: “Restriction” under § 1.129(b) applies to both 
requirements under § 1.142 and elections under § 1.146. 

105. Comment: Several comments requested that clarification 
be made as to what constitutes “actions by the applicant” in § 
1.129(b)(1) and specifically, whether a request for extension 
of time under § 1.136(a) constitutes such “actions” by the 
applicant. 

Response: Examples of what constitute “actions by the appli- 
cant” in § 1.129(b)(1) are: (1) applicant abandons the applica- 
tion and continues to refile the application such that no Office 
action can be issued in the application, and (2) applicant 
requests suspension of prosecution under § 1.103(a) such that 
no Office action can be issued in the application. Extension of 
time under § 1.136(a) would not constitute such “actions by 
the applicant” under § 1.129(b)(1). 

106. Comment: One comment suggested that the one-month 
period set forth in § 1.129(b) is insufficient to give an applicant 
time to file a petition under § 1.144 from a restriction require- 
ment. Several comments suggested that § 1.129(b) be amended 
to permit applicant to challenge the restriction requirement by 
me re 0 before being required to pay the fees set forth 
in -17(s). 

Response: Section 1.129(b)(2) is being amended in the final 
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rule package to indicate that applicant will be given “a time 
period” to (1) make an election, if no election has been pre 
viously made, and pay the fee set forth in § 1.17(s), (2) confirm 
an earlier election and pay the fee set forth in § 1.17(s), or (3) 
file a petition under § 1.129(b)(2) traversing the restriction 
requirement. If applicant chooses not to pay the fee set forth 
in § 1.17(s), applicant may file a petition under § 1.129(b)(2) 
requesting immediate review by the Group Director of the 
restriction requirement. No petition fee is required. A petition 
under § 1.129(b)(2) rather than under § 1.144 would be more 
jate under the circumstances since a petition under § 
1.144 requires the examiner to make the restriction final before 
the petition can be considered. 
107. Comment: One comment suggested that if applicant elects 
not to pay the fee set forth in § 1.17(s), applicant should be 
allowed to elect the invention to be examined. 
Response: The suggestion has been adopted. Section 1.129(b) 
is being amended to indicate that if applicant chooses not to 
pay the fees for the additional inventions, app!icant must elect 
the invention to be examined and the claims directed to the 
non-elected inventions for which no fee has been paid will be 
withdrawn from consideration. 
108. Comment: One comment suggested that the PTO amend 
the rules to permit all, or at least several, inventions to be 
examined in a single application upon payment of an appro- 
priate fee. 
Response: The suggestion has not been adopted at this time. 
However, the PTO is currently undertaking a project to reen- 
gineer the entire patent process. The suggestion will be taken 
in advisement in this project. 
109. Comment: One comment suggested that PTO follow the 
wording of 35 U.S.C. 121 and only require restriction where 
an application claims two or more independent and distinct 
inventions rather than two or more independent or distinct 
inventions. 
Response: In making restriction requirements, the PTO has 
always followed the wording of 35 U.S.C. 121 to require restric- 
tion if two or more independent and distinct inventions are 
claimed in an application rather than independent or distinct 


as suggested by the comment. The term “independent” includes 
species and related inventions such as combination/subcombi- 
nation and process and product. Restriction is proper if these 
i ndent inventions are patentably distinct (see section 
802.01 of the MPEP). 

110. Comment: One comment suggested that the standard for 


determining whether an application contains independent and 
distinct inventions should only be the “unity of invention” 
standard used for PCT applications. 

Response: The suggestion has not been adopted. The current 
restriction practice for 35 U.S.C. 111(a) applications is gov- 
erned by 35 U.S.C. 121 and §§ 1.141, 1.142 and 1.146. The 
PCT “unity of invention” standard only applies to PCT applica- 
tions and applications filed under 35 U.S.C. 371. The PTO 
is currently reviewing the restriction practice in view of the 
implementation of the 20-year patent term. It is noted that a 
change in restriction practice without changes to other fees 
pn A a negative impact on funding needed to operate 
the 

111. Comment: One comment suggested that the PTO apply 
the PCT unity of invention standard as interpreted by the EPO 
and that § 1.475(b) be amended to permit a broad range of 
claims in a single application. 

Response: The PTO is currently undertaking a project to reen- 
gineer the entire patent process. The suggestion will be taken 
under advisement in this project. 

112. Comment: One comment suggested that the PTO examiner 
should not be permitted to issue a restriction requirement or 
an election of species requirement if the ISA and the IPEA have 
found that an application complies with the unity of invention 
requirement. 

Another comment suggested that the PTO consider allowing 
applicants to retain all claims in a ._— re when the 
claims are related, e.g., method and apparatus claims. 

Another comment suggested that all species be searched 
before the first Office action regardless of whether one species 
is found to be unpatentable. 

Another comment suggested that election of species require- 
ments be prohibited. 

Response: The suggestions have not been adopted. These issues 
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were not addressed in the Notice of Proposed Rulemaking. 
However, the PTO is currently undertaking a project to reen- 
gineer the entire patent process. The eugpenteie will be taken 
advisement in that project. 
113. Comment: One comment suggested that decisions on 
whether to issue a restriction requirement be made within two- 
three months of the application filing date, and, if the require- 
ment is traversed, the examiner should determine within four- 
five months of the filing date whether to maintain the require- 
ment. Decisions on petitions to withdraw a restriction require- 
ment should be decided within one month. 
Response: The suggestion has not been adopted. Current prac- 
tice dictates that restriction requirements be made at the earliest 
appropriate time in the pendency of a given application, e.g., in 
the first Office action. It would be difficuit to issue a restriction 
requirement within two-three months of the application filing 
date as suggested since a large number of applications are filed 
with missing parts and applicants are given a time period to 
submit the missing parts. Furthermore, applications must be 
by the Application Branch and must be screened 

by Licensing and Review for national security. Petitions to 
withdraw a restriction requirement should be acted on by the 
Group Director expeditiously. 
114. Comment: One comment argued that the phrases, “so as 
to be pending for a period of no longer than 12 months” and 
“under no circumstances will the provisional application be 
pending after 12 months”, in § 1.139 were repetitious and 
suggested that one or both of the phrases be deleted. 
Response: The suggestion has not been adopted. The statements 
are included for emphasis. 
115. Comment: One comment suggested that § 1.139 clearly 
state that if the revival petition is filed later than 12 months 
after filing of the provisional application, then the revival is 
for the sole purpose of providing copendency for a 35 U.S.C. 
111(a) application filed during that 12-month ~~ 
Response: The suggestion has not been adopted. The proposed 
language is not necessary. 
116. Comment: One comment stated that 35 U.S.C. 154(b) as 
contained in Public Law 103-465 does not give the Commis- 
sioner any authority to decide the period of extension. There- 
fore, § 1.701 is without statutory basis. 
Response: 35 U.S.C. 6(a) gives the Commissioner authority to 
establish regulations not inconsistent with law. 

Section 1.701 is consistent with 35 U.S.C. 154(b) and further- 

more, the Commissioner has the authority under 35 U.S.C. 

154(6\3)(C) to establish regulations to address the standards 
for determining due diligence. 
117. Comment: One comment questioned whether patent term 
extension under 35 U.S.C. 154(b) is available for patents 
issuing: (1) before June 8, 1995, with a 17-year patent term or 
a 17/20 year patent term; (2) on or after June 8, 1995, on 
applications filed before June 8, 1995, with a 17-year patent 
term or a 17/20 year patent term. 
Response: None of the patents set forth in the examples are 
eligible for patent term extension. Under the terms of the statute, 
patent term extension is only available for patents issued on 
applications filed on or after June 8, 1995. 
118. Comment: Several comments questioned whether a patent 
issued on a continuing application is entitled to a patent term 
extension under 35 U.S.C. 154(b) due to interference, secrecy 
order, or appellate review delays occurring in the examination 
of the parent application. 
Response: If the delay in the parent application contributed to 
a delay in the issuance of a patent in the continuing application, 
the patent granted on the continuing application may be eligible 
for an extension under 35 U.S.C. 154(b). 
119. Comment: One comment suggested that the patent term 
be extended for a period of time equal to the time necessary 
to revive an application improperly abandoned due to PTO 
error. Another comment suggested that patent term extension 
be available for other PTO delays. 
Response: The suggestions have not been adopted. Section 
154(b) of title 35, United States Code, only permits patent term 
extension for delays due to interferences, secrecy orders, and/ 
or successful appeals. 
120. Comment: One comment suggested that the period of an 
extension granted under § 1.701 be printed on the face of the 
patent. 
Response: The PTO will publish on the face of the patent any 
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patent term extension that is granted pursuant to § 1.701. 
121. Comment: One comment suggested that the word “interfer- 
ence” be inserted before the word “proceedings” in § 
1.701(a)(1). 

Response: The suggestion has been adopted. 

122. Comment: One comment stated that the last sentence of 
§ 1.701(b) is confusing because it suggests that patent term 
extension will be available in cases of terminal disclaimer and 
that the extension begins on the terminal disclaimer date rather 
than the original expiration date. This statement is contrary to 
35 U.S.C. 154(b)(2) which does not permit any patent term 
extension for appellate delay if the patent is subject to a terminal 
disclaimer. 

Response: In order to reduce confusion, the last sentence of § 
1.701(b) is being amended to state that the extension will run 
from the expiration date of the patent. The reference to “terminal 
disclaimer” is being deleted. 

123. Comment: Two comments stated that if an application 
involved in an interference ing contains uninvolved 
claims, those uninvolved claims should not be entitled to exten- 
sion of patent term under proposed § 1.701 because applicant 
could cancel those uninvolved claims from the application and 
refile those claims in a continuation application. It is suggested 
that if an applicant leaves conclusively uninvolved claims 
(where no § 1.633(c)(4) motion is filed) in the application in 
interference, applicant does not get the benefit of the extension 
for any claim. 

Response: The suggestion has not been adopted. The statute, 
35 U.S.C. 154(b), grants patent term extension to a patent if 
the issuance of the patent was delayed due to interference 
proceeding under 35 U.S.C. 135(a). The statute does not exclude 
applications containing uninvolved claims. The Commissioner 
does not have the authority to establish regulations which are 
inconsistent with the law. Therefore, an application involved 
in an interference which contains uninvolved claims will be 
entitled to patent term extension if the issuance of the patent 
was delayed due to interference proceeding under 35 U.S.C. 
135(a). 

124. Comment: One comment asked whether applicant is enti- 
tled to patent term extension regardless of whether an interfer- 
ence involving applicant’s application is ultimately declared. 

One comment asked if the PTO ends the suspension without 
declaring an interference, and continued prosecution results 
in filing of a continuation or divisional application, are such 
subsequent cases entitled to the extension. 

Response: An application will not be suspended unless it is 
decided that an interference can be declared involving that 
application. If prosecution of applicant’s application is sus- 
pended due to an interference not involving applicant’s applica- 
tion and an interference involving applicant’s application is 
later declared, applicant will be entitled to patent term extension 
under § 1.701(c)(1)(ii) for the suspension period and under § 
1.701(c)(1)(i) for the interference period. However, if prose- 
cution of applicant’s application is suspended due to an interfer- 
ence not involving applicant’s application and if the PTO ends 
the suspension of the application without declaring an interfer- 
ence involving applicant’s application, that application will be 
entitled to patent term extension under § 1.701(c)(1)(ii). If 
prosecution results in filing of a continuing application and if 
the delay in the parent application contributed to a delay in 
the issuance of a patent on the continuing application, the patent 
granted on the continuing application may be eligible for an 
extension under 35 U.S.C. 154(b). 

125. Comment: One comment stated that delays in the issuance 
of a patent can exceed the five-year limit provided for in pro- 
posed § 1.701(b). Where the delay was not the fault of the 
applicant, why should there be this maximum? 

Another comment stated that in a biotechnology application, 
if suspension of the application results in a declared interfer- 
ence, the period of delay calculated under § 1.701(c)(1)(i) will 
likely consume most of the five-year maximum extension. This 
renders the value of any time period measured under § 
1.701(c)(1)(ii) negligible, thus diminishing the rights of appli- 
cant due to the unregulated suspension powers of the PTO. 
Response: The five-year limit for it term extension set 
forth in § 1.701(b) is required by statute, 35 U.S.C. 154(b). 
126. Comment: One comment suggested that § 1.701(c)(1)(i) 
be amended to state that an application added after an interfer- 
ence is declared is entitled to an extension measured only from 
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the date of redeclaration. 

Response: The suggestion has not been adopted. The language 
in § 1.701(c)(1)() is clear that for an application that is added 
to an interference, that application is entitled to an extension 
measured from the date of redeclaration of the interference. 
127. Comment: One comment stated that § 1.701(c)(1)(ii) does 
not address the case where a suspended application is added 
to the interference without the suspension being lifted. 
Response: Section 1.701(c)(1)(ii) is being amended to reference 
the endpoint for the suspension period to the date of termination 
of the suspension. Where prosecution of an application is sus- 
pended due to interference proceedings not involving the appli- 
cation, the suspension is made pursuant to § 1.103(b). When 
that application is added to an interference, the suspension 
pursuant to § 1.103(b) will be automatically lifted. The applica- 
tion is entitled to patent term extension for the period of suspen- 
sion pursuant to § 1.701(c)(1)(ii) and for the period of 
interference pursuant to § 1.701(c)(1)@). Under § 
1.701(c)(1)(ii), the period of suspension begins on the date the 
application is suspended and ends on the date the suspension 
under § 1.103(b) is terminated, which in this case would be 
the same date as the date of redeclaration of the interference. 
128. Comment: One comment suggested that the phrase “, if 
any,” in § 1.701(c)(1)(i) and (ii) is unnecessary. 

Response: The suggestion has not been adopted. However, § 
1.701(c)(1)() is being amended for clarity by deleting the 
phrase “if any” after the first occurrence of “interference” and 
by inserting the same phrase after the phrase “the number of 
days.” 

129. Comment: Several comments suggested that the phrase 
“was declared or redeclared” in § 1.701(c)(1)(i) be changed to 
—was first declared—. 

Response: The suggestion has not been adopted. The language 
of the rule reads "with respect to each interference in which 
the application was involved, the number of days in the period 
beginning on the date the interference was declared or rede- 
clared to involve the application in the interference....” An 
interference may be declared as A vs. B and later redeclared 
as A vs. B vs. C. Under the rule, the period of extension would 
be counted, with respect to applications A and B, from the date 
the interference was declared to involve the applications A and 
B. With respect to application C, the period of extension would 
be counted from the date the interference was redeclared to 
involve the application C. No ambiguity is seen in the language 
as originally proposed. 

130. Comment: One comment suggested that the use of the 
phrase “appellate review” in reference to an action under 35 
U.S.C. 145 or 146 is incorrect, since an action under 35 U.S.C. 
145 or 146 is not considered as an “appellate review” and 
suggests that § 1.701(a)(3) be amended so that the introductory 
phrase reads “Appellate review by the Board of Patent Appeals 
and Interferences or review by a Federal court under 35 U.S.C. 
141 or 145.,....” 

Response: The suggestion has not been adopted. The use of 
the phrase “appellate review” in reference to an action under 
35 U.S.C. 145 or 146 is technically incorrect. However, Public 
Law 103-465 provides for extension of patent term for “delay 
due to appellate review by the Board of Patent Appeals and 
Interferences or by a Federal court”. The introductory phrase 
referred to in the comment uses the exact language found in 
the statute. 

131. Comment: One comment suggested that § 1.701(a) be 
amended to specify whether extensions for appellate delays are 
available for reissue applications. 

Response: The suggestion has not been adopted. Under 35 
U.S.C. 251, the term of a reissue patent is “for the unexpired 
part of the term of the original patent.” Therefore, patent term 
extension for appellate delays is not available for reissue appli- 
cations. 

132. Comment: One comment suggested that § 1.701(d) be 
deleted. 

Response: The suggestion has not been adopted. Section 
1.701(d) sets forth the language found in the statute, 35 U.S.C. 
154(b)(3) and further provides a standard for determining due 
diligence. 

133. Comment: Several comments suggested that the lack of 
due diligence set forth in § 1.701(d)(2) be limited to the acts 
which occurred during the appellate period (after the filing of 
a Notice of Appeal) and not during prosecution. 
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Response: The suggestion has been adopted. Section 1.701(d) 
is being amended accordingly. 
134. Comment: One comment suggested that the rules be made 
clear that a suspension under § 1.103 does not constitute a lack 
of due diligence under § 1.701(d)(2). 
Response: The suggestion has not been adopted. A request for 
suspension pursuant to § 1.103(a) during the appellate review 
period will be considered to be prima facie evidence of lack 
of due diligence. 
135. Comment: Several comments stated that the rules permit 
extensions of time and the filing of informal applications. These 
acts should not constitute lack of due diligence since the pro- 
posed rule defined the standard for determining due diligence 
is whether the applicant exhibited that degree of timeliness as 
may reasonably be expected from, and which is ordinarily 
exercised by, a person. One comment suggested that the Office 
adopt a gross negligence standard. 
Response: The examples of acts that may constitute lack of 
due diligence set forth in the Notice of Proposed Rulemaking 
(extensions of time, filing of nonresponsive submissions, and 
filing of informal applications) are being withdrawn. The sug- 
gestion regarding the adoption of a gross negligence standard 
has not been adopted. As set forth in § 1.701(d)(2), the standard 
for determining due diligence is whether applicant exhibited 
that degree of timeliness as may reasonably be expected from, 
and which i is ordinarily exercised by, a person during the appel- 
late review period. 
136. Comment: One comment stated that the PTO list in the 
tule all circumstances in which an applicant will be considered 
not to have acted with due diligence. 

Another comment suggested that objective criteria for “dili- 
gence” be set forth in § 1.701(d)(2). 
Response: The suggestion has not been adopted. Whether an 
action by the applicant constitutes lack of due diligence will 
be determined by the facts and circumstances of each case. 
Since lack of due diligence is determined on a case-by-case 
basis, it would not be possible to list all circumstances in the 
tule. Examples of acts which will constitute prima facie evi- 
dence of lack of due diligence are: (1) abandonment of the 
application during appellate review; and (2) suspension of 
action under § 1.103(a) during appellate review. 
137. Comment: One comment suggested that guidance be pro- 
vided in the comments to the Notice of Final Rules identifying 
in what circumstance is a patent issued “pursuant to an appellate 
decision reversing an adverse determination of patentability.” 

Several comments questioned whether the reversal of all 
rejections on one of several led claims would entitle 
applicant to an extension under § 1.701(a)(3). Two comments 
suggested that the rule be redrafted to allow appropriate exten- 
sion of term where the Board or a court reverses at least “in 
Response: Extension of patent term under § 1.701(a)(3) is 
applicable if all the rejections of any one claim are ultimately 
reversed. The rule is clear and no clarification is needed. 
138. Comment: One comment stated that § 1.701 does not 
address the situation where applicant appeals with both allowed 
and rejected claims. In such case, patent term extension should 
be available for any claims that were allowed prior to appellate 
review, if the allowed claims were in the same application, 
whether or not the decision of the examiner on the rejected 
claims is ultimately reversed. Applicant should not have to 
refile the allowed claims and rejected claims in separate cases 
in order to take advantage of the patent term extension. 
Response: If applicant chooses to keep the allowed claims with 
the rejected claims in the application on appeal, patent term 
extension pursuant to 35 U.S.C. 154(b)(2) is only available if 
a patent was issued pursuant to a decision reversing an adverse 
determination of patentability and if the patent is not subject 
to a terminal disclaimer due to the issuance of another patent 
claiming subject matter that is not patentably distinct from that 
under appellate review. If the appellate review is not successful, 
applicant will not be entitled to patent term extension. 
139. Comment: One comment questioned whether the phrase 
“if the patent is not subject to a terminal disclaimer” in § 
1.701(a)(3) is intended to be limited to those applications in 
which a terminal disclaimer has actually been filed or encom- 
pass those applications in which a double patenting rejection 
has been made and a terminal disclaimer suggested by an 
examiner. 
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Response: The calculation of any applicable extension under 
§ 1.701 will be made prior to the mailing of the Notice of 
Allowance and Issue Fee Due. At that time, any double pat- 
enting rejection would have been resolved and a terminal dis- 
claimer would have been filed if one was 

140. Comment: One comment stated that § 1. 701(d)(1) is incon- 
sistent with 35 U.S.C. 154(b)(2) and (b)(3), because the period 
of extension for appellate review would be calculated under § 
1.701(d)(1) by first subtracting the period of appellate review 
occurring within three years of the filing date before the five- 
year limit is imposed. It is suggested that § 1.701 be modified 
to be consistent with 35 U.S.C. 154(b)(2) which requires the 
five-year limit to be imposed before the subtraction for appellate 
review occurring within three years of the filing date. 
Response: The suggestion has not been adopted. Section 1.701 
is not inconsistent with 35 U.S.C. 154(b)(2) and (b)(3). The 
period of extension referred to in 35 U.S.C. 154(b)(2) is defined 
in 35 U.S.C. 154(b)(3). Therefore, one must determine the 
period of extension in 35 U.S.C. 154(b)(3)(A), then reduce that 
period by the time determined in 35 U.S.C. 154(b)(3)(B) and 
(b)(3)(C). Then, according to 35 U.S.C. 154(b)(2), the resulting 
time period may not be more than five years. 

141. Comment: One comment suggested that the Commissioner 
identify a senior person who is charged with approving all 
reductions in extension of patent term rather than leaving the 
decision to the examiner or the SPE. 

One comment questioned who will make the calculation of 
the period of patent term extension under § 1.701 and whether 
that calculation can be challenged and by whom. 

Response: It is contemplated that the period of patent term 
extension calculated and any reduction in the extension of 
patent term will not be made by an examiner. It is noted that 
the period of patent term extension will be identified in the 
Notice of Allowance and Issue Fee Due and if applicant dis- 
agrees with the period, applicant may request further review 
by way of a petition under § 1.181. If an error is noted after 
the patent issues, patentee or any third party may seek correction 
of the period of patent term extension granted by filing a request 
for a Certificate of Correction pursuant to § 1.322. 

142. Comment: One comment questioned whether a challenge 
to the period of patent term extension calculated by the PTO 
under § 1.701 would be required to be made within a fixed 
period. 

Response: No. However, the longer applicant delays filing a 
petition under § 1.181 challenging the period of extension 
calculated by the PTO, the less likely any error will be corrected 
before the patent is issued with the error printed on the patent. If 
the patent issues with an incorrect period of extension, applicant 
should file a request for a Certificate of Correction pursuant 
to § 1.322 instead of a petition under § 1.181. 

143. Comment: One comment suggested that § 1.701(d)(2) be 
amended to require PTO to notify applicant in writing of any 
intent to reduce the term extension for lack of due diligence, 
stating the specific basis, and provide applicant with a reason- 
able opportunity to respond. 

Response: The suggestion has not been adopted. The period 
of patent term extension will be identified in the Notice of 
Allowance and Issue Fee Due and if applicant disagrees with 
the period, applicant may request further review by way of a 
petition under § 1.181. 

144. Comment: One comment suggested that a cover sheet for 
use in recording assignments be included in the final rules 
package as an addendum. 

Response: The suggestion has not been adopted. A sample 
cover sheet for use in recording assignments was published as 
Appendix B in the Federal Register on July 6, 1992, at 57 FR 
29634 and in the Official Gazette on July 28, 1992, at 1140 
Off. Gaz. Pat. Office 63 and may be obtained from Assignment 
Branch. 


Other Considerations 


This final rule change is in conformity with the requirements 
of the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Execu- 
tive Order 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. This final rule has been determined not 
to be significant for the purposes of E.O. 12866. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
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Counsel for Advocacy, Smail Business Administration, that 
these final rule changes will not have a significant economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, 5 U.S.C. 605(b)). The principal impact of these 
changes is to provide a procedure for domestic applicants to 
quickly and inexpensively file a provisional application. The 
filing date of the provisional application will not be used to 
measure the term of a patent granted on an application which 
claims the earlier filing date of the provisional application. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the relation- 
ship between the National Government and the States as out- 
lined in E.O. 12612. 

These final rules contain collections of information subject 
to the requirements of the Paperwork Reduction Act (Act). The 
provisional application has been approved by the Office of 
Management and Budget under control numbers 0651-0031 
and 0651-0032. The cover sheet is approved under OMB control 
number 0651-0037. The cover sheet is necessary to expedite 
the processing of a provisional application and improve quality. 
Public reporting burden for the collection of information on 
the cover sheet is estimated to average 12 minutes per response, 
including the time for reviewing instructions, searching existing 
data sources, gathering and maintaining the data needed, and 
completing and reviewing the collection of information. Send 
comments regarding this burden estimate or any other aspect 
of this collection of information, including suggestions for 
reducing the burden to the Office of Assistance Quality and 
Enhancement Division, Patent and Trademark Office, Wash- 
ington, D.C. 20231, and to the Office of Information and Regu- 

Affairs, Office of Management and Budget, Washington, 
D.C. 20503 (ATTN: Paperwork Reduction Act Projects 0651- 
0031, 0651-0032, and 0651-0037). 


List of Subjects 


37 CFR Part 1 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small businesses. 


37 CFR Part 3 
Administrative practice and procedure, Inventions and 
patents, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts 1 
and 3 are amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.1 is amended by adding new paragraph (i) to 
read as follows: 


§ 1.1 All communications to be addressed to Commis- 
sioner of Patents and Trademarks. 


*e ee * 


(i) The filing of all provisional applications and any commu- 
nications relating thereto should be additionally marked “Box 
Provisional Patent Application.” 


*e* ee * 


3. Section 1.9 is amended by revising paragraph (a) to read 
as follows: 


§ 1.9 Definitions. 


(a)(1) A national application as used in this chapter means 
aU.S. application for patent which was either filed in the Office 
under 35 U.S.C. 111, or which entered the national stage from 
an international application after compliance with 35 U.S.C. 
371. 
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(2) A provisional application as used in this chapter means 
a U.S. national application for patent filed in the Office under 
35 U.S.C. 111(b). 

(3) A nonprovisional application as used in this chapter 
means a U.S. national application for patent which was either 
filed in the Office under 35 U.S.C. 111(a), or which entered 
the national stage from an international application after compli- 
ance with 35 U.S.C. 371. 


*e eK * 


4. Section 1.12 is amended by revising paragraph (c) to read 
as follows: 


§ 1.12 Assignment records open to public inspection. 


*ee* * 


(c) Any request by a member of the public seeking copies 
of any assignment records of any pending or abandoned patent 
application preserved in secrecy under § 1.14, or any informa- 
tion with respect thereto, must 

(1) Be in the form of a petition accompanied by the petition 
fee set forth in § 1.17(i), or 

(2) Include written authority granting access to the member 
of the public to the particular assignment records from the 
applicant or applicant’s assignee or attorney or agent of record. 


xe eK 


5. Section 1.14 is amended by revising paragraph (e) to read 
as follows: 


§ 1.14 Patent applications preserved in secrecy. 


*eEK 


(e) Any request by a member of the public seeking access 
to, or copies of, any pending or abandoned application preserved 
in secrecy pursuant to paragraphs (a) and (b) of this section, 
or any papers relating thereto, must 

(1) Be in the form of a petition and be accompanied by 
the petition fee set forth in § 1.17(i), or 

(2) Include written authority granting access to the member 
of the public in that particular application from the applicant 
or the applicant’s assignee or attorney or agent of record. 


*e# eK * 


6. Section 1.16 is amended by revising paragraphs (a)-(g) 
and by adding new paragraphs (k) and (1) to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each claim (whether independent or dependent) in excess 
of 20 (Note that § 1.75(c) indicates how multiple dependent 
claims are considered for fee calculation purposes.): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
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is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1 9(f)) 
By other than a small entity 


(if the additional fees required by paragraphs (b), (c), and 
(d) of this section are not paid on filing or on later presentation 
of the claims for which the additional fees are due, they must 
be paid or the claims canceled by amendment, prior to the 
expiration of the time period set for response by the Office in 
any notice of fee deficiency.) 


(e) Surcharge for filing the basic filing fee or oath or declara- 
tion on a date later than the filing date of the application, except 
provisional applications: 


By a small entity (§ 1 (f)) 
By other than a small entity 


(f) Basic fee for filing each design application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic — od — each plant application, except provi- 
sional applicati 


By a small entity (§ 1.9(f)) 
By other than a small entity 


*e HEE 
(k) Basic fee for filing each provisional application: 


By a small entity (§ 1.9(f)) 
By other than a smail entity 


(1) Surcharge for filing the basic filing fee or cover sheet (§ 
1.51(a)(2)(i)) on a date later than the filing date of the provi- 
sional application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


xe ee * 


7. Section 1.17 is amended by revising paragraphs (h) and 
(i), and by adding new paragraphs (q), (r) and (s) to read as 
follows: 


§ 1.17 Patent application processing fees. 


*e EK * 


(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.47 - for filing by other than all the inventors or a person 
not the inventor 

§ 1.48 - for correction of inventorship, except in provisional 
applications 

§ 1.84 - for accepting color drawings or photographs 

§ 1.182 - for decision on questions not specifically provided 
for 

§ 1.183 - to suspend the rules 

§ 1.295 - for review of refusal to publish a statutory invention 
registration 

§ 1.377 - for review of decision refusing to accept and record 

nt of a maintenance fee filed prior to expiration of patent 

§ 1.378(e) - for reconsideration of decision on petition 
refusing to accept delayed payment of maintenance fee in 
expired patent 

§ 1.644(e) - for petition in an interference 

§1 644(f) - for request for reconsideration of a decision on 
petition in an interference 

§ 1.666(c) - for late filing of interference settlement- 


agreement 
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§§ 5.12, 5.13 and 5.14 - for expedited handling of a foreign 
ing Ii 


g 

§ 5.15 - for changing the scope of a license 

§ 5.25 - for retroactive license 

(i) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph t 

§ 1.12 - for access to an assignment record 

§ 1.14 - for access to an application 

§ 1.53 - to accord a filing date, except in provisional applica- 
tions 
1.55 - for entry of late priority papers 
1.60 - to accord a filing date 
1.62 - to accord a filing date 
1.97(d)- to consider an information disclosure statement 
1.102 - to make application special 
1.103 - to suspend action in application 
1.177 - for divisional reissues to issue separately 
1.312 - for amendment after payment of issue fee 
1.313 - to withdraw an application from issue 
1.314 - to defer issuance of a patent 
1.666(b) - for access to interference settlement agreement 
3.81 - for patent to issue to assignee, assignment submitted 
after payment of the issue fee 


OR OP CO? CO? (OP 60? OP COP 60? CO? 6? COP 


*eEK * 


(q) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 50.00 


§ 1.48 - for correction of inventorship in a provisional appli- 


cation 

§ 1.53 - to accord a provisional application a filing date or to 
convert an application filed under § 1.53(b)(1) to a provisional 
application 

(r) For entry of a submission after final rejection under 

§ 1.129(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(s) For each additional invention requested to be examined 
under § 1.129(b): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


8. Section 1.21 is amended by revising paragraph (1) to read 
as follows: 


§ 1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the fol- 
lowing fees for the services indicated: 


*eEK 


(1) For processing and retaining any application abandoned 
pursuant to § 1.53(d)(1) unless the required basic filing fee has 
been paid $130.00 


*eeKE SE 


9. Section 1.28 is amended by revising paragraph (a) to read 
as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


(a) The failure to establish status as a small entity (§§ 1.9(f) 
and 1.27 of this part) in any application or patent prior to 
paying, or at the time of paying, any fee precludes payment 
of the fee in the amount established for small entities. A refund 
pursuant to § 1.26 of this part, based on establishment of small 
entity status, of a portion of fees timely paid in full prior to 
establishing status as a small entity may only be obtained if a 
verified statement under § 1.27 and a request for a refund of 
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the excess amount are filed within two months of the date of 
the timely payment of the full fee. The two-month time period 
is not extendable under § 1.136. Status as a small entity is 
waived for any fee by the failure to establish the status prior 
to paying, at the time of paying, or within two months of the 
date of payment of, the fee. Status as a small entity must be 
specifically established in each application or patent in which 
the status is available and desired. Status as a small entity in 
one application or patent does not affect any other application 
or patent, including applications or patents which are directly 
or indirectly dependent upon the application or patent in which 
the status has been established. A nonprovisional application 
claiming benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) 
of a prior application may rely on a verified statement filed in 
the prior application if the nonprovisional application includes 
a reference to the verified statement in the prior application or 
includes a copy of the verified statement in the prior application 
and status as a small entity is still proper and desired. Once 
status as a small entity has been established in an application 
or patent, the status remains in that application or patent without 
the filing of a further verified statement pursuant to § 1.27 of 
this part unless the Office is notified of a change in status. 


eee 


10. Section 1.45 paragraph (c) is revised to read as follows: 


§ 1.45 Joint inventors. 


ee ee * 


(c) If multiple inventors are named in a nonprovisional appli- 
cation, each named inventor must have made a contribution, 
individually or jointly, to the subject matter of at least one 
claim of the application and the application will be considered 
to be a joint application under 35 U.S.C. 116. If multiple 
inventors are named in a provisional application, each named 
inventor must have made a contribution, individually or jointly, 
to the subject matter disclosed in the provisional application 
and the provisional application will be considered to be a joint 
application under 35 U.S.C. 116. 


11. Section 1.48 is revised to read as follows: 
§ 1.48 Correction of inventorship. 


(a) If the correct inventor or inventors are not named in a 
nonprovisional application through error without any deceptive 
intention on the part of the actual inventor or inventors, the 
application may be amended to name only the actual inventor 
or inventors. Such amendment must be diligently made and 
must be accompanied by: 

(1) a petition including a statement of facts verified by 
the original named inventor or inventors establishing when the 
error without deceptive intention was discovered and how it 
occurred; 

(2) an oath or declaration by each actual inventor or inven- 
tors as required by § 1.63; 

(3) the fee set forth in § 1.17(h); and 

(4) the written consent of any assignee. When the applica- 
tion is involved in an interference, the petition shall comply 
with the requirements of this section and shall be accompanied 
by a motion under § 1.634. 

(b) If the correct inventors are named in the nonprovisional 
application when filed and the prosecution of the application 
results in the amendment or cancellation of claims so that less 
than all of the originally named inventors are the actual inven- 
tors of the in-ention being claimed in the application, an amend- 
ment shall be filed deleting the names of the person or persons 
who are not inventors of the invention being claimed. The 
amendment must be diligently made and shall be accompanied 
by: 


(1) A petition including a statement identifying each 
named inventor who is being deleted and acknowledging that 
the inventor’s invention is no longer being claimed in the 
application; and 

(2) The fee set forth in § 1.17(h). 

(c) If a nonprovisional application discloses unclaimed sub- 
ject matter by an inventor or inventors not named in the applica- 
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tion, the application may be amended pursuant to paragraph 
(a) of this section to add claims to the subject matter and name 
the correct inventors for the application. 

(d) If the name or names of an inventor or inventors were 
omitted in a provisional application through error without any 
deceptive intention on the part of the actual inventor or inven- 
tors, the provisional application may be amended to add the 
name or names of the actual inventor or inventors. Such amend- 
ment must be accompanied by: 

(1) a petition including a statement that the error occurred 
without deceptive intention on the part of the actual inventor 
or inventors, which statement must be a verified statement if 
made by a person not registered to practice before the Patent 
and Trademark Office; and 

(2) the fee set forth in § 1.17(q). 

(e) If a person or persons were named as an inventor or 
inventors in a provisional application through error without 
any deceptive intention, an amendment may be filed in the 
provisional application deleting the name or names of the person 
or persons who were erroneously named. Such amendment 
must be accompanied by: 

(1) a petition including a statement of facts verified by 
the person or persons whose name or names are being deleted 
establishing that the error occurred without deceptive intention; 

(2) the fee set forth in § 1.17(q); and 

(3) the written consent of any assignee. 


12. Section 1.51 is amended by revising paragraphs (a) and 
(b) to reac as follows: 


§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commis- 

sioner of Patents and Trademarks. 
(1) A complete application filed under § 1.53(b)(1) com- 
prises: 
(i) A specification, including a claim or claims, see §§ 
1.71 to 1.77; 
(ii) An oath or declaration, see §§ 1.63 and 1.68; 
(iii) Drawings, when necessary, see §§ 1.81 to 1.85; 
and 
(iv) The prescribed filing fee, see § 1.16. 
(2) A complete provisional application filed under § 
1.53(b)(2) comprises: 
(i) A cover sheet identifying: 
(A) The application as a provisional application, 
(B) The name or names of the inventor or inventors, 
(see § 1.41), 
(C) The residence of each named inventor, 
(D) The title of the invention, 
(E) The name and registration number of the attorney 
or agent (if applicable), 
(F) The docket number used by the person filing the 
application to identify the application (if applicable), 
(G) The correspondence address, and 
(1) The name of the U.S. Government agency and 
Government contract number (if the invention was made by 
an agency of the U.S. Government or under a contract with an 
agency of the U.S. Government); 
(ii) A specification as prescribed by 35 U.S.C. 112, first 
paragraph, see § 1.71; 
(iii) Drawings, when necessary, see §§ 1.81 to 1.85; 
and 
(iv) The prescribed filing fee, see § 1.16. 

(b) Applicants are encouraged to file an information disclo- 
sure statement in nonprovisional applications. See §§ 1.97 and 
1.98. No information disclosure statement may be filed in a 
provisional application. 


*e EK * 


13. Section 1.53 paragraphs (a)-(e) are revised to read as 
follows: 


§ 1.53 Application number, filing date, and completion of 
application. 
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(a) Any application for a patent received in the Patent and 
Trademark Office will be assigned an application number for 
identification purposes. 

(b)(1) The filing date of an application for patent filed under 
this section, except for a provisional application, is the date 
on which: a specification containing a description pursuant to 
§ 1.71 and at least one claim pursuant to § 1.75; and any 
drawing required by § 1.81(a), are filed in the Patent and 
Trademark Office in the name of the actual inventor or inventors 
as required by § 1.41. No new matter may be introduced into 
an application after its filing date (§ 1.118). If all the names 
of the actual inventor or inventors are not supplied when the 
specification and any required drawing are filed, the application 
will not be given a filing date earlier than the date upon which 
the names are supplied unless a petition with the fee set forth 
in § 1.17(i) is filed which sets forth the reasons the delay in 
supplying the names should be excused. A continuation or 
divisional application (filed under the conditions specified in 
35 U.S.C. 120 or 121 and § 1.78(a)) may be filed under this 
section, § 1.60 or § 1.62. A continuation-in-part application 
may be filed under this section or § 1.62. 

(2) The filing date of a provisional application is the date 
on which: a specification as prescribed by 35 U.S.C. 112, first 
paragraph; and any drawing required by § 1.81(a), are filed in 
the Patent and Trademark Office in the name of the actual 
inventor or inventors as required by § 1.41. No amendment, 
other than to make the provisional application comply with 
all applicable regulations, may be made to the provisional 
application after the filing date of the provisional application. 
If all the names of the actual inventor or inventors are not 
supplied when the specification and any required drawing are 
filed, the provisional application will not be given a filing date 
earlier than the date upon which the names are supplied unless 
a petition with the fee set forth in § 1.17(q) is filed which sets 
forth the reasons the delay in supplying the names should be 
excused. 

(i) A provisional application must also include a cover 
sheet identifying the application as a provisional application. 
Otherwise, the application will be treated as an application 
filed under § 1.53(b)(1). 

(ii) An application for patent filed under § 1.53(b)(1) 
may be treated as a provisional application and be accorded 
the original filing date provided that a petition requesting the 
conversion, with the fee set forth in § 1.17(q), is filed prior to 
the earlier of the abandonment of the § 1.53(b)(1) application, 
the payment of the issue fee, the expiration of 12 months after 
the filing date of the § 1.53(b)(1) application, or the filing of 
a request for a statutory invention registration under § 1.293. 
The grant of any such petition will not entitle applicant to a 
refund of the fees which were properly paid in the application 
filed under § 1.53(b)(1). 

(iii) A provisional application shall not be entitled to 
the right of priority under § 1.55 or 35 U.S.C. 119 or 365(a) 
or to the benefit of an earlier filing date under § 1.78 or 35 
U.S.C. 120, 121 or 365(c) of any other application. No claim for 
priority under § 1.78(a)(3) may be made in a design application 
based on a provisional application. No request under § 1.293 for 
a statutory invention registration may be filed in a provisional 
application. The requirements of §§ 1.821-1.825 regarding 
application disclosures containing nucleotide and/or amino acid 
sequences are not mandatory for provisional applications. 

(c) If any application is filed without the specification, 
drawing or name, or names, of the actual inventor or inventors 
required by paragraph (b)(1) or (b)(2) of this section, applicant 
will be so notified and given a time period within which to 
submit the omitted specification, drawing, name, or names, of 
the actual inventor, or inventors, in order to obtain a filing date 
as of the date of filing of such submission. A copy of the “Notice 
of Incomplete Application” form notifying the applicant should 
accompany any response thereto submitted to the Office. If 
the omission is not corrected within the time period set, the 
application will be returned or otherwise disposed of; the fee, 
if submitted, will be refunded less the handling fee set forth 
in § 1.21(n). Any request for review of a refusal to accord an 
application a filing date must be by way of a petition accompa- 
nied by the fee set forth in § 1.17(i), if the application was 
filed under § 1.53(b)(1), or by the fee set forth in § 1.17(q), 
if the application was filed under § 1.53(b)(2). 
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(d)(1) If an application which has been accorded a filing 
date pursuant to paragraph (b)(1) of this section does not include 
the appropriate filing fee or an oath or declaration by the 
applicant, applicant will be so notified, if a correspondence 
address has been provided and given a period of time within 
which to file the fee, oath, or declaration and to pay the sur- 
charge as set forth in § 1.16(e) in order to prevent abandonment 
of the application. A copy of the “Notice to File Missing 
Parts” form mailed to applicant should accompany any response 
thereto submitted to the Office. If the required filing fee is not 
timely paid, or if the processing and retention fee set forth in 
§ 1.21(1) is not paid within one year of the date of mailing of 
the notification required by this paragraph, the application will 
be disposed of. No copies will be provided or certified by the 
Office of an application which has been disposed of or in which 
neither the required basic filing fee nor the processing and 
retention fee has been paid. The notification pursuant to this 

may be made simultaneously with any notification 
pursuant to paragraph (c) of this section. If no correspondence 
address is included in the application, applicant has two months 
from the filing date to file the basic filing fee, oath or declaration 
and to pay the surcharge as set forth in § 1.16(e) in order to 
prevent abandonment of the application; or, if no basic filing 
fee has been paid, one year from the filing date to pay the 
processing and retention fee set forth in § 1.21(1) to prevent 
disposal of the application. 

(2) If a provisional application which has been accorded a 
filing date pursuant to paragraph (b)(2) of this section does not 
include the appropriate filing fee or the cover sheet required 
by § 1.51(a)(2), applicant will be so notified if a correspondence 
address has been provided and given a period of time within 
which to file the fee, cover sheet and to pay the surcharge as 
set forth in § 1.16(1) in order to prevent abandonment of the 
application. A copy of the “Notice to File Missing Parts” form 
mailed to applicant should accompany any response thereto 
submitted to the Office. If the required filing fee is not timely 
paid, the application will be disposed of. No copies will be 
provided or certified by the Office of an application which has 
been disposed of or in which the required basic filing fee has 
not been paid. The notification pursuant to this paragraph may 
be made simultaneously with any notification pursuant to para- 
graph (c) of this section. If no correspondence address is 
included in the application, applicant has two months from the 
filing date to file the basic filing fee, cover sheet and to pay 
the surcharge as set forth in § 1.16(i) in order to prevent 
abandonment of the application. 

(e)(1) An application for a patent filed under paragraph (b)(1) 
of this section will not be placed upon the files for examination 
until all its required parts, complying with the rules relating 
thereto, are received, except that certain minor informalities 
may be waived subject to subsequent correction whenever 
required. 

(2) A provisional application for a patent filed under para- 
graph (b)(2) of this section will not be placed upon the files for 
examination and will become abandoned no later than twelve 
months after its filing date pursuant to 35 U.S.C. 111(b)(1). 


**e* eK * 


14. Section 1.55 is revised to read as follows: 
§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim 
the benefit of the filing date of one or more prior foreign 
applications under the conditions specified in 35 U.S.C. 119(a)- 
(d) and 172. The claim to priority need be in no special form and 
may be made by the attorney or agent if the foreign application is 
referred to in the oath or declaration as required by § 1.63. 
The claim for priority and the certified copy of the foreign 
application specified in 35 U.S.C. 119(b) must be filed in the 
case of an interference (§ 1.630), when necessary to overcome 
the date of a reference relied upon by the examiner, when 
specifically required by the examiner, and in all other cases, 
before the patent is granted. If the claim for priority or the 
certified copy of the foreign application is filed after the date 
the issue fee is paid, it must be accompanied by a petition 
requesting entry and by the fee set forth in § 1.17(i). If the 
certified copy filed is not in the English language, a translation 
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need not be filed except in the case of interference; or when 
necessary to overcome the date of a reference relied upon by 
the examiner; or when specifically required by the examiner, 
in which event an English language translation must be filed 
together with a statement that the translation of the certified 
copy is accurate. The statement must be a verified statement 
if made by a person not registered to practice before the Patent 
and Trademark Office. 

(b) An applicant in a nonprovisional application may under 
certain circumstances claim priority on the basis of one or more 
applications for an inventor’s certificate in a country granting 
both inventor’s certificates and patents. To claim the right of 
priority on the basis of an application for an inventor’s certifi- 
cate in such a country under 35 U.S.C. 119(d), the applicant 
when submitting a claim for such right as specified in paragraph 
(a) of this section, shall include an affidavit or declaration. The 
affidavit or declaration must include a specific statement that, 
upon an investigation, he or she is satisfied that to the best of 
his or her knowledge, the applicant, when filing the application 
for the inventor’s certificate, had the option to file an application 
for either a patent or an inventor’s certificate as to the subject 
matter of the identified claim or claims forming the basis for 
the claim of priority. 


15. Section 1.59 is revised to read as follows: 
§ 1.59 Papers of application with filing date not to be 
returned. 


Papers in an application which has received a filing date 
pursuant to § 1.53 will not be returned for any purpose whatever. 
If applicants have not preserved copies of the papers, the Office 
will furnish copies at the usual cost of any application in which 
either the required basic filing fee (§ 1.16) or, if the application 
was filed under § 1.53(b)(1), the processing and retention fee 
(§ 1.21(1)) has been paid. See § 1.618 for return of unauthorized 
and improper papers in interferences. 


16. Section 1.60 is amended by revising paragraph (b) to 
read as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed in a prior nonprovisional application. 
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(b) An applicant may omit signing of the oath or declaration 
in a continuation or divisional application (filed under the con- 
ditions specified in 35 U.S.C.120 or 121 and § 1.78(a)) if: 

(1) the prior application was a nonprovisional application 
and a complete application as set forth in § 1.51(a)(1); 

(2) applicant indicates that the application is being filed 
pursuant to this section and files a true copy of the prior com- 
plete application as filed including the specification (with 
claims), drawings, oath or declaration showing the signature 
or an indication it was signed, and any amendments referred to 
in the oath or declaration filed to complete the prior application; 

(3) the inventors named in the continuation or divisional 
application are the same or less than all the inventors named 
in the prior application; and 

(4) the application is filed before the patenting, or abandon- 
ment of, or termination of proceedings on the prior application. 
The copy of the prior application must be accompanied by a 
statement that the application papers filed are a true copy of 
the prior complete application. Such statement must be by the 
applicant or applicant’s attorney or agent and must be a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. Only amendments reducing 
the number of claims or adding a reference to the prior applica- 
tion (§ 1.78(a)) will be entered before calculating the filing fee 
and granting the filing date. If the continuation or divisional 
application is filed by less than all the inventors named in the 
prior application, a statement must accompany the application 
when filed requesting deletion of the names of the person or 
persons who are not inventors of the invention being claimed 
in the continuation or divisional application. Except as provided 
in paragraph (d) of this section, if a true copy of the prior 
application as filed is not filed with the application or if the 
statement that the application papers are a true copy is omitted, 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


the application will not be given a filing date earlier than the 
date upon which the copy and statement are filed, unless a 
petition with the fee set forth in § 1.17(i) is filed which satisfac- 
torily explains the delay in filing these items. 


xe eK K 


17. Section 1.62 is amended by revising paragraphs (a) and 
(e) to read as follows: 


§ 1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional appli- 
cation, which uses the specification, drawings and oath or decla- 
ration from a prior nonprovisional application which is 
complete as defined by § 1.51(a)(1), and which is to be aban- 
doned, may be filed under this section before the payment of 
the issue fee, abandonment of, or termination of proceedings 
on the prior application, or after payment of the issue fee if a 
petition under § 1.313(b)(5) is granted in the prior application. 
The filing date of an application filed under this section is the 
date on which a request is filed for an application under this 
section including identification of the application number and 
the names of the inventors named in the prior complete applica- 
tion. If the continuation, continuation-in-part, or divisional 
application is filed by less than all the inventors named in the 
prior application a statement must accompany the application 
when filed requesting deletion of the names of the person or 
persons who are not inventors of the invention being claimed in 
the continuation, continuation-in-part, or divisional application. 
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(e) An application filed under this section will utilize the 
file wrapper and contents of the prior application to constitute 
the new continuation, continuation-in-part, or divisional appli- 
cation but will be assigned a new application number. Changes 
to the prior application must be made in the form of an amend- 
ment to the prior application as it exists at the time of filing 
the application under this section. No copy of the prior applica- 
tion or new specification is required. The filing of such a copy 
or specification will be considered improper, and a filing date 
as of the date of deposit of the request for an application under 
this section will not be granted to the application unless a 
petition with the fee set forth in § 1.17(i) is filed with instruc- 
tions to cancel the copy or specification. 


**e ee * 


18. Section 1.63 is amended by revising paragraph (a) to 
read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(a)(1)(ii) as a 

part of a nonprovisional application must: 

(1) Be executed in accordance with either § 1.66 or § 
1.68; 

(2) Identify the specification to which it is directed; 

(3) Identify each inventor and the residence and country 
of citizenship of each inventor; and 

(4) State whether the inventor is a sole or joint inventor 
of the invention claimed. 


* ee *K * 


19. Section 1.67 is amended by revising paragraph (b) to 
read as follows: 


§ 1.67 Supplemental oath or declaration. 
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(b) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must be filed when a claim is presented for 
matter originally shown or described but not substantially 
embraced in the statement of invention or claims originally 
presented or when an oath or declaration submitted in accor- 
dance with § 1.53(d)(1) after the filing of the specification and 
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any required drawings specifically and improperly refers to an 
amendment which includes new matter. No new matter may 
be introduced into a nonprovisional application after its filing 
date even if a supplemental oath or declaration is filed. In 
proper cases, the oath or declaration here required may be made 
on information and belief by an applicant other than inventor. 


*e REE 


20. Section 1.78 is amended by revising paragraphs (a)(1) 
and (a)(2) and by adding new paragraphs (a)(3) and (a)(4) to 
read as follows: 


§ 1.78 benefit of earlier filing date and cross- 
references to other applications. 


(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or international applications designating the United 
States of America. In order for a nonprovisional application to 
claim the benefit of a prior filed ing nonprovisional 
application or international application designating the United 
States of America, each prior application must name as an 
inventor at least one inventor named in the later filed nonprovi- 
sional application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior application must be: 

(i) complete as set forth in § 1.51(a)(1); or 

(ii) entitled to a filing date as set forth in § 1.53(b)(1), 
§ 1.60 or § 1.62 and include the basic filing fee set forth in § 
1.16; or 

(iii) entitled to a filing date as set forth in § 1.53(b)(1) 
and have paid therein the processing and retention fee set forth 
in § 1.21(1) within the time period set forth in § 1.53(d)(1). 

(2) Any nonprovisional application claiming the benefit 
of one or more prior filed copending nonprovisional applica- 
tions or international applications designating the United States 
of America must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
each such prior application, identifying it by application number 
(consisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. Cross-references to other 
related applications may be made when appropriate. (See § 
1.14(b)). 

(3) A nonprovisional application other than for a design 
patent may claim an invention disclosed in one or more prior 
filed copending provisional applications. Since a provisional 
application can be pending for no more than twelve months, 
the last day of pendency may occur on a Saturday, Sunday, or 
Federal holiday within the District of Columbia which for 
copendency would require the nonprovisional application to 
be filed prior to the Saturday, Sunday, or Federal holiday. In 
order for a nonprovisional application to claim the benefit of 
one or more prior filed copending provisional applications, 
each prior provisional application must name as an inventor 
at least one inventor named in the later filed nonprovisional 
application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior provisional application 
must be: 

(i) complete as set forth in § 1.51(a)(2); or 
(ii) entitled to a filing date as set forth in § 1.53(b)(2) 
and include the basic filing fee set forth in § 1.16(k). 

(4) Any nonprovisional application claiming the benefit 
of one or more prior filed copending provisional applications 
must contain or be amended to contain in the first sentence of 
the specification following the title a reference to each such 
prior provisional application, identifying it as a provisional 
application, and including the provisional application number 
(consisting of series code and serial number). 
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21. Section 1.83 is amended by revising paragraphs (a) and 
(c) to read as follows: 


§ 1.83 Content of drawing. 


(a) The drawing in a nonprovisional application must show 
every feature of the invention specified in the claims. However, 
conventional features disclosed in the description and claims, 
where their detailed illustration is not essential for a proper 
understanding of the invention, should be illustrated in the 
drawing in the form of a graphical drawing symbol or a labeled 
representation (e.g., a labeled rectangular box). 


*e REE 


(c) Where the drawings in a ee application do 
not comply with the requirements of paragraphs (a) and (b) of 
this section, the examiner shail require such additional illustra- 
tion within a time period of not less than two months from the 
date of the sending of a notice thereof. Such corrections are 
subject to the requirements of § 1.81(d). 


22. Section 1.97 is amended by revising paragraph (d) to 
read as follows: 


§ 1.97 Filing of information disclosure statement. 


*e eK * 


(d) An information disclosure statement shall be considered 
by the Office if filed after the mailing date of either a final 
action under § 1.113 or a notice of allowance under § 1.311, 
whichever occurs first, but before payment of the issue fee, 

vided the statement is accompanied by: 

(1) A certification as specified in caida (e) of this 
section; 

(2) A petition requesting consideration of the information 
disclosure statement; 

(3) The petition fee set forth in § 1.17(i). 


*eE RE 


23. Section 1.101 is amended by revising paragraph (a) to 
read as follows: 


§ 1.101 Order of examination. 


(a) Nonprovisional applications filed in the Patent and Trade- 
and 


mark Office and accepted as complete applications are assigned 
for examination to the respective examining groups having the 
classes of inventions to which the applications relate. Nonprovi- 
sional applications shall be taken up for examination by the 
examiner to whom they have been assigned in the order in 
which they have been filed except for those applications in 
which examination has been advanced pursuant to § 1.102. See 
§ 1.496 for order of examination of international applications 


in the national stage. 
*e REE 


24. Section 1.102 is amended by revising paragraph (d) to 
read as follows: 


§ 1.102 Advancement of examination. 


*e eK 


(d) A petition to make an application special on grounds 
other than those referred to in paragraph (c) of this section 
must be accompanied by the petition fee set forth in § 1.17(i). 


25. Section 1.103 is amended by revising paragraph (a) to 
read as follows: 


§ 1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for 
good and sufficient cause and for a reasonable time specified 
upon petition by the applicant and, if such cause is not the 
fault of the Office, the payment of the fee set forth in § 1.17(i). 
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Action will not be suspended when a response by the applicant 
to an Office action is required. 


*e ee * 


26. A new, undesignated center heading and new section 
1.129 are added to Subpart B - National Processing Provisions 
to read as follows: 


Transitional Provisions 


§ 1.129 Transitional procedures for limited examination 
after final rejection and restriction practice. 


(a) An applicant in an application, other than for reissue or 
a design patent, that has been pending for at least two years 
as of June 8, 1995, taking into account any reference made in 
such application to any earlier filed application under 35 U.S.C. 
120, 121 and 365(c), is entitled to have a first submission 
entered and considered on the merits after final rejection under 
the following circumstances: The Office will consider such a 
submission, if the first submission and the fee set forth in § 
1.17(r) are filed prior to the filing of an appeal brief and prior 
to abandonment of the application. The finality of the final 
rejection is automatically withdrawn upon the timely filing of 
the submission and payment of the fee set forth in § 1.17(r). 
If a subsequent final rejection is made in the application, appli- 
cant is entitled to have a second submission entered and consid- 
ered on the merits after the subsequent final rejection under 
the following circumstances: The Office will consider such a 
submission, if the second submission and a second fee set forth 
in § 1.17(®) are filed prior to the filing of an appeal brief and 
prior to abandonment of the application. The finality of the 
subsequent final rejection is automatically withdrawn upon the 
timely filing of the submission and payment of the second fee 
set forth in § 1.17(r). Any submission filed after a final rejection 
made in an application subsequent to the fee set forth in § 
1.17(r) having been twice paid will be treated as set forth in 
§ 1.116. A submission as used in this paragraph includes, 
but is not limited to, an information disclosure statement, an 
amendment to the written description, claims or drawings and 
a new substantive argument or new evidence in support of 
patentability. 

(b)(1) In an application, other than for reissue or a design 
patent, that has been pending for at least three years as of 
June 8, 1995, taking into account any reference made in the 
application to any earlier filed application under 35 U.S.C. 120, 
121 and 365(c), no requirement for restriction or for the filing 
of divisional applications shall be made or maintained in the 
application after June 8, 1995, except where: 

(i) the requirement was first made in the application or 
any earlier filed application under 35 U.S.C. 120, 121 and 
365(c) prior to April 8, 1995; 

(ii) the examiner has not made a requirement for restric- 
tion in the present or parent application prior to April 8, 1995, 
due to actions by the applicant; or 

(iii) the required fee for examination of each additional 
invention was not paid. 

(2) If the application contains more than one independent 
and distinct invention and a requirement for restriction or for the 
filing of divisional applications cannot be made or maintained 
pursuant to this paragraph, applicant will be so notified and 
given a time period to: 

(i) elect the invention or inventions to be searched and 
examined, if no election has been made prior to the notice, and 
pay the fee set forth in § 1.17(s) for each independent and 
distinct invention claimed in the application in excess of one 
which applicant elects; 

(ii) confirm an election made prior to the notice and 
pay the fee set forth in § 1.17(s) for each independent and 
distinct invention claimed in the application in addition to the 
one invention which applicant previously elected; or 

(iii) file a petition under this section traversing the 
requirement. If the required petition is filed in a timely manner, 
the original time period for electing and paying the fee set 
forth in § 1.17(s) will be deferred and any decision on the 
petition affirming or modifying the requirement will set a new 
time period to elect the invention or inventions to be searched 
and examined and to pay the fee set forth in § 1.17(s) for each 
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independent and distinct invention claimed in the application 
in excess of one which applicant elects. 

(3) The additional inventions for which the required fee has 
not been paid will be withdrawn from consideration under § 
1.142(b). An applicant who desires examination of an invention 
so withdrawn from consideration can file a divisional applica- 
tion under 35 U.S.C. 121. 

(c) The provisions of this section shall not be applicable to 
any application filed after June 8, 1995. 


27. Section 1.137 is amended by revising paragraph (c) to 
read as follows: 


§ 1.137 Revival of abandoned application. 


**e* * * 


(c) In all applications filed before June 8, 1995, and in all 
design applications filed on or after June 8, 1995, any petition 
pursuant to paragraph (a) of this section not filed within six 
months of the date of abandonment of the application, must 
be accompanied by a terminal disclaimer with fee under § 
1.321 dedicating to the public a terminal part of the term of 
any patent granted thereon equivalent to the period of abandon- 
ment of the application. The terminal disclaimer must also 

ly to any patent granted on any continuing application enti- 
tled under 35 U.S.C. 120 to the benefit of the filing date of 
the application for which revival is sought. 


*ee KK 


28. Section 1.139 is added to read as follows: 
§ 1.139 Revival of provisional application. 


(a) A provisional application which has been accorded a 
filing date and abandoned for failure to timely respond to an 
Office requirement may be revived so as to be pending for a 
period of no longer than twelve months from its filing date if 
it is shown to the satisfaction of the Commissioner that the delay 
was unavoidable. Under no circumstances will the provisional 
application be pending after twelve months from its filing date. 
A petition to revive an abandoned provisional application must 
be promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment, and must be accompanied 
by: 

(1) the required response unless it has been previously 


(2) the petition fee as set forth in § 1.17(1); and 

(3) a showing that the delay was unavoidable. The showing 
must be a verified showing if made by a person not registered 
to practice before the Patent and Trademark Office. 

(b) A provisional application which has been accorded a 
filing date and abandoned for failure to timely respond to an 
Office requirement may be revived so as to be pending for a 
period of no longer than twelve months from its filing date if 
the delay was unintentional. Under no circumstances will the 
provisional application be pending after twelve months from 
its filing date. A petition to revive an abandoned provisional 
application must be: 

(1) accompanied by the required response unless it has 
been previously filed; 

‘ (2) accompanied by the petition fee as set forth in § 
1.17(m); 

(3) accompanied by a statement that the delay was 
unintentional. The statement must be a verified statement if 
made by a person not registered to practice before the Patent and 
Trademark Office. The Commissioner may require additional 
information where there is a question whether the delay was 
unintentional; and 

(4) filed either: 

(i) within one year of the date on which the provi- 
sional application became abandoned; or 

(ii) within three months of the date of the first decision 
On a petition to revive under paragraph (a) of this section which 
was filed within one year of the date on which the provisional 
application became abandoned. 

(c) Any request for reconsideration or review of a decision 
refusing to revive a provisional application upon petition filed 
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pursuant to paragraphs (a) or (b) of this section, to be considered 
timely, must be filed within two months of the decision refusing 
to revive or within such time as set in the decision. 

(d) The time periods set forth in this section cannot be 
extended, except that the three-month period set forth in para- 
graph (b)(4)(ii) of this section and the time period set forth in 
paragraph (c) of this section may be extended under the provis- 
ions of § 1.136. 


29. Section 1.177 is revised to read as follows: 
§ 1.177 Reissue in divisions. 


The Commissioner may, in his or her discretion, cause several 
patents to be issued for distinct and separate parts of the thing 
apo upon demand of the applicant, and upon payment of 

the required fee for each division. Each division of a reissue 
constitutes the subject of a separate specification descriptive 
of the part or parts of the invention claimed i in such division; 
and the drawing may represent only such omg or parts, subject 
to the provisions of §§ 1.83 and 1.84. On filing divisional 
reissue applications, they shall be referred to the Commissioner. 
Unless otherwise ordered by the Commissioner wu ition 
and payment of the fee set forth in § 1.17(i), all the divisions 
of a reissue will issue simultaneously; if there is any controversy 
as to one division, the others will be withheld from issue 
— controversy is ended, unless the Commissioner orders 

ise. 


30. Section 1.312 is amended by revising paragraph (b) to 
read as follows: 


§ 1.312 Amendments after allowance. 


xe eK * 


(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied 
by a petition including the fee set forth in § 1.17(i) and a 
showing of good and sufficient reasons why the amendment 
is necessary and was not earlier presented. 


31. Section 1.313 is amended by revising paragraph (a) to 
read as follows: 


§ 1313 Withdrawal from issue. 


(a) Applications may be withdrawn from issue for further 
action at the initiative of the Office or upon petition by the 
applicant. Any such petition by the applicant must include a 
showing of good and sufficient reasons why withdrawal of the 
application is and, if the reason for the withdrawal 
is not the fault of the Office, must be accompanied by the fee 
set forth in § 1.17(i). If the application is withdrawn from issue, 
a new notice of allowance will be sent if the application is 
again allowed. Any amendment accompanying a petition to 
withdraw an ety from issue must comply with the 
requirements of § 1.312 


*e ee * 

32. Section 1.314 is revised to read as follows: 
§ 1.314 Issuance of patent. 

If payment of the issue fee is timely made, the patent will 
issue in regular course unless the application is withdrawn from 
issue (§ 1.313), or issuance of the patent is deferred. Any 
petition by the applicant requesting a deferral of the issuance 
of a patent must be accompanied by the fee set forth in § 1.17(i) 


and must include a showing of good and sufficient reasons 
why it is necessary to defer issuance of the patent. 


33. Section 1.316 is amended by revising paragraph (d) to 
read as follows: 


§ 1.316 Application abandoned for failure to pay issue fee. 


**e# £4 * 
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(d) In all applications filed before June 8, 1995, any petition 
pursuant to (b) of this section not filed within six 
months of the date of abandonment of the application, must 
be accompanied by a terminal disclaimer with fee under § 
1.321 dedicating to the public a terminal part of the term of 
any patent granted thereon eo to the period of abandon- 
ment of the Pay onal terminal disclaimer must also 
apply to any paten 1.gry on any continuing application enti- 
tled under 35 U.S.C. 120 to the benefit of the filing date of 
the application for which revival is sought. 


*e EEE 


34. Section 1.317 is amended by removing and reserving 
paragraph (d): 


§ 1.317 Lapsed patents; delayed payment of balance of 
issue fee. 


eee 


(d) [Reserved] 


*e eK * 


35. Section 1.666 is amended by revising paragraph (b) to 
read as follows: 


§ 1.666 Filing of interference settlement agreements. 


*e EEE 


(b) If any party filing the agreement or understanding under 
paragraph (a) of this section rien os the copy will be kept 
separate from the file of the interference, and made available 
only to Government agencies on written request, or to any 
person upon petition accompanied by the fee set forth in § 
1.17(i) and on a showing of good cause. 


*e# ee * 


36. Section 1.701 is added to Subpart F to read as follows: 
§ 1.701 Extension of patent term due to prosecution delay. 


(a) A patent, other than for designs, issued on an application 
filed on or after June 8, 1995, is entitled to extension of the 
patent term if the issuance of the patent was delayed due to: 

(1) interference proceedings under 35 U.S.C. 135(a); 


(2) the application being placed under a secrecy order 
under 35 U.S.C. 181; and/or 

3) appellate review by the Board of Patent Appeals 
and Interferences or by a Federal court under 35 U.S.C. 141 
or 145, if the patent was issued pursuant to a decision reversing 
an adverse determination of patentability and if the patent is 
not subject to a terminal disclaimer due to the issuance of 
another patent claiming subject matter that is not patentably 
distinct from that under appellate review. 

(b) The term of a patent entitled to extension under paragraph 
(a) of this section shall be extended for the sum of the periods 
of delay calculated under paragraphs (c)(1), (c)(2), (c)(3) and 
(d) of this section, to the extent that these periods are not 
overlapping, up to a maximum of five years. The extension 
will run from the expiration date of the patent. 

(c)(1) The period of delay under paragraph (a)(1) of this 
section for an application is the sum of the following periods, 
to the extent that the periods are not ov g: 

(i) with respect to each interference in which the 
application was involved, the number of days, if any, in the 
period beginning on the date the interference was declared or 
redeclared to involve the application in the interference and 
ending on the date that the interference was terminated with 
respect to the application; and 

(ii) the number of days, if any, in the period beginning 
on the date prosecution in the application was suspended by 
the Patent and Trademark Office due to interference 
ings under 35 U.S.C. 135(a) not involving the application and 
ending on the date of the termination of the suspension. 


and/or 
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(2) The period of delay under paragraph (a)(2) of this 
section for an application is the sum of the following periods, 
to the extent that the periods are not overlapping: 

(i) the number of days, if any, the application was 
maintained in a sealed condition under 35 U.S.C. 181; 

(ii) the number of days, if any, in the period beginning 
on the date of mailing of an examiner’s answer under § 1.193 
in the application under secrecy order and ending on the date 
the secrecy order and any renewal thereof was removed; 

(iii) the number of days, if any, in the period begin- 
ning on the date applicant was notified that an interference 
would be declared but for the secrecy order and ending on the 
date the secrecy order and any renewal thereof was removed; 
and 


(iv) the number of days, if any, in the period beginning 
on the date of notification under § 5.3(c) and ending on the 
date of mailing of the notice of allowance under § 1.311. 

(3) The period of delay under paragraph (a)(3) of this 
section is the sum of the number of days, if any, in the period 
beginning on the date on which an appeal to the Board of 
Patent Appeals and Interferences was filed under 35 U.S.C. 
134 and ending on the date of a final decision in favor of the 
applicant by the Board of Patent Appeals and Interferences or 
by a Federal court in an appeal under 35 U.S.C. 141 or a civil 
action under 35 U.S.C. 145. 

(d) The period of delay set forth in paragraph (c)(3) shall 
be reduced by: 

(1) any time during the period of appellate review that 
occurred before three years from the filing date of the first 
national application for patent presented for examination; and 

(2) any time during the period of appellate review, as 
determined by the Commissioner, during which the applicant 
for patent did not act with due diligence. In determining the 
due diligence of an applicant, the Commissioner may examine 
the facts and circumstances of the applicant’s actions during the 
period of appellate review to determine whether the applicant 
exhibited that degree of timeliness as may reasonably be 
expected from, and which is ordinarily exercised by, a person 
during a period of appellate review. 


Part 3— Assignment, Recording, and Rights of Assignee 


37. The authority citation for 37 CFR Part 3 continues to 
read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 

38. Section 3.21 is revised to read as follows: 

§ 3.21 Identification of patents and patent applications. 

An assignment relating to a patent must identify the patent 
by the patent number. An assignment relating to a national 
patent application must identify the national patent application 


by the application number (consisting of the series code and 
the serial number, e.g., 07/123,456). An assignment relating to 
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an international patent application which designates the United 
States of America must identify the international application 
by the international number (e.g., PCT/US90/01234). If an 
assignment of a patent application filed under § 1.53(b)(1) or 
§ 1.62 is executed concurrently with, or subsequent to, the 
execution of the patent application, but before the patent appli- 
cation is filed, it must identify the patent application by its date 
of execution, name of each inventor, and title of the invention so 
that there can be no mistake as to the patent application 
intended. If an assignment of a provisional application is exe- 
cuted before the provisional application is filed, it must identify 
the provisional application by name of each inventor and title 
of the invention so that there can be no mistake as to the 
provisional application intended. 


39. Section 3.81 is amended by revising paragraph (b) to 
read as follows: 


§ 3.81 Issue of patent to assignee. 


xe eK E 


(b) If the assignment is submitted for recording after the 
date of payment of the issue fee, but prior to issuance of the 
patent, the assignee may petition that the patent issue to the 
assi . Any such petition must be accompanied by the fee 
set forth in § 1.17(i) of this Chapter. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


April 17, 1995 


[1174 OG 15] 


Revised Sample Cover Sheet For 
Filing a Provisional Application For a Patent 


(95) 


A sample cover sheet for filing a provisional application for 
a patent was published as Appendix A to the Notice of Final 
Rulemaking to implement 20-year patent term and provisional 
applications in the Federal Register on April 25, 1995 (60 FR 
20195) and in the Official Gazette on May 2, 1995 (1174 OG 
15). The sample cover sheet for filing a provisional application 
did not specifically indicate that the provisional application is 
an application for a patent as provided in 35 U.S.C. 111(6)(1). 
In order to allay any uncertainty that a provisional application 
filed under 37 CFR 1.53(b)(2) is indeed an application for a 
patent, a revised sample cover sheet for filing a provisional 
application for a patent is included for clarification. However, 
it is noted that the regulations do not require applicant to 
use the sample cover sheet. Any cover sheet containing the 
information required in 37 CFR 1.51(a)(2)(i) will be acceptable. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


November 21, 1995 
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PTO/SB/16 (11-95) 
Approved for use through 01/31/98. OMB 0651-0037 
Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 


PROVISIONAL APPLICATION FOR PATENT COVER SHEET 
This is » request for filing 2 PROVISIONAL APPLICATION FOR PATENT ander 37 CFR 1.53 (b)(2). 


a oe 


TITLE OF THE INVENTION (280 characters max) 


CORRESPONDENCE ADDRESS 


Sl Se a 


ENCLOSED APPLICATION PARTS (check all that apply) 


g Acheck or money order is caciosed to cover the filing fees 
The Commissioner is hereby authorized to charge 
fling fees and credit Deposit Account Number: 
The invention was made by an agency of the United States Government or under @ contract with an agency of the United States Government. 


CC] ne 


oO Yes, the name of the U.S. Government agency and the Government contract number are: 


Respectfully submitted, 


SIGNATURE Date 
REGISTRATION NO. 
TY ME 
Re ee nnennitenmenineniininemiseteanenape: (if appropriate) RETRO 


[J Additional inventors are being named on separately numbered sheets attached hereto 


USE ONLY FOR FILING A PROVISIONAL APPLICATION FOR PATENT 


Burden Hour Statement: This form is estimated to take .2 hours to complete. Time will vary depending upon the needs of the individual case. Any comments on the amount of time 
you are required to complete this form should be sent to the Chief Information Officer, Patent and Trademark Office, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED 


FORMS TO THIS ADDRESS. SEND TO: Box Provisional Application, Assistant Commissioner for Patents, Washington, DC 20231 
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(96) Provisional Applications for Patent Meet Paris 

Convention Requirements as Foreign Priority Documents 


In view of the recent question raised in the patent community 
regarding the adequacy of provisonal patent applications filed 
under 35 USC 111(b) to serve as the basis for the right of 
priority provided by Article 4 of the Paris Convention for 
the Protection of Industrial Property, Commissioner Lehman 
decided to seek the advice of the World Intellectual Property 
Organization on that issue. Below is the resulting exchange of 
correspondence that should lay to rest any doubt that provisional 
patent applications are indeed sufficient for this purpose. 
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Pd Oca 
f % UNITED STATES DEPARTMENT OF COMMERCE 
, * | Patent and Trademark Office 


% ra ASSISTANT SECRETARY AND , COMMAEIONER 
*rares of OF PATENTS AND TRADEMARKS 
Washington, 0.C. 20231 


NOV | 7 1995 


Dr. Arpad Bogsch 

Director General 

World Intellectual Property Organization 
1211 Geneva 20 

Switzerland 


Dear Arpad, 


Recently, a question arose regarding the adequacy of a provisional patent 
application, filed in accordance with section 111(b) of title 35, United State 
Code, to serve as the basis for the right of priority provided by Article 4 of the 
Paris Convention for the Protection of Industrial Property. 


Although we are convinced that such an application is indeed sufficient for this 


purpose, we would be very interested in your opinion on this subject and 
request a reply at your earliest convenience. 


Sincerely, 


Bruce A. Lehman 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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WORLD INTELLECTUAL PROPERTY ORGANISATION MONDIALE 
ORGANIZATION BS DE LA PROPRIETE INTELLECTUELLE 


tt FIAT RAH “i & Sa) ASL AUS) Kes 


ORGANIZACION MUNDIAL _ BCEMMPHASA OPTAHM3ALIMA 
DE LA PROPIEDAD INTELECTUAL MHTEUIEKTYAJIbBHOM COBCTBEHHOCTH 


November 20, 1995 


Dear Bruce, 


I thank you for your letter of November 17, 1995, asking for our views 
concerning the claiming of priority under Article 4 of the Paris Convention for 
the Protection of Industrial Property, in respect of provisional patent applications 
filed with the USPTO. 


As you know, the International Bureau is not in a position to give an official 
interpretation of the provisions of the Paris Convention. However, we offer the 
following considerations which may be helpful in order to reply to the question 
raised by you. 


According to Article 4A(1) of the Paris Convention, the basis for priority 
under that Convention is a duly filed application for a patent. 


Article 4A(2) of the Paris Convention states, in particular, that “Any filing 
that is equivalent to a regular national filing under the domestic legislation of any 
country of the Union ... shall be recognized as giving risc to the right of priority.” 
In the case under consideration, the “domestic legislation” is the legislation of the 
United States of America. Therefore, it is that legislation which determines 
whether a “regular national filing” exists, subject to compliance with 
Article 4A(3) of the Paris Convention. 


Mr. Bruce A. Lehman 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 

Patent and Trademark Office 

Box 4 

U.S. Department of Commerce 

Washington, D.C. 20231 

United States of America 


34, chermn des Culombettes, 1211 GENEVE 20 (SUISSE), @ (022) 730 91 11; Fac-similé (41-22) 733 5428; Télex CH - 412 912: Télegr.: OMPI 
Bunque: Crédit Suisse, Geneve, comptc OQMPI N” 48 7080-81 Cheques postaux: OMPI N” 12-SU0U-8, Geneve 
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Mr. Bruce A. Lehman, Assistant Secretary of Commerce and Commissioner of 
Patents and Trademarks, Patent and Trademark Office, Washington, D.C. - 
November 20, 1995 


Article 4A(3) of the Paris Convention states that “By a regular national 
filing is meant any filing that is adequate to establish the date on which the 
application was filed in the country concerned, ... .” As section 111(b) of title 35, 
United States Code, establishes such a filing date with respect to provisional 
patent applications, this requirement of the Paris Convention appears to be 
satisfied. To conclude otherwise would put into question the ability of domestic 
legislation to prescribe the requirements which must be fulfilled for a filing to be 
adequate to establish a filing date. 


Article 4A(3) of the Paris Convention also states that “any filing that is 
adequate to establish the date on which the application was filed” is a regular 
national filing “whatever may be the subsequent fate of the application.” Thus 
the question of whether a filing is to be considered as a “regular national filing” 
does not appear to depend on whether or not that filing may itself lead to the 
grant of a patent. Moreover, it is to be noted that applications for patents are 
recognized as giving rise to a right of priority under the Paris Convention even if 
it is clear from the outset that no patent can be granted upon such an application, 
for example, where the invention concerned is excluded from patenting. 


Sincerely yours, 


Arpad Bogsch 
Director General 


{1180 OG 131] 
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JaNuaRY 7, 1997 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
Docket No. 950411099-5099-01 
RIN: 0651-AA52 


Amendment to Rules for Extension of Patent Term 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 
Summary: The Patent and Trademark Office (Office) is revising 
the rules directed to the extension of patent term to implement 
the provisions of Pub. L. 103-179, § 5; 107 Stat. 2040 codified 
at 35 U.S.C. 156(d)(5) and to clarify the requirements for 
eligibility. The amended rules establish Bret en. « for the Com- 
missioner to issue an interim extension of the term of a patent 
where the original term would expire before a product covered 
by the patent has received regulatory approval for commercial 
marketing or use. The amended rules also clarify that an applica- 
tion for patent term extension must be based on regulatory 
activities performed by the patent owner or its agent. 
Effective Date: July I, 1995. 
For Further Information Contact: Gerald A. Dost by telephone 
at (703) 305-9285 or by mail addressed to Commissioner of 
Patents and Trademarks, Washington, D.C. 20231 marked to 
the attention of Mr. Dost, Office of the Deputy Assistant Com- 
missioner for Patent Policy and Projects, or by FAX to (703) 
308-6916. 
Supplementary Information: Patent term extension has been 
available under 35 U.S.C. 156 for patents that claim certain 
that are an een to regulatory review before being 

commercially marketed or used. Prior to enactment of 35 U.S.C. 
156(d)(5), 3), eligity for Lp: tag term extension was dependent 
on regulatory the product before the original patent 
term expired. 3 U. U. HY; C. 156(d)(5) has made it possible, under 
appropriate circumstances, to obtain interim extensions of 
patent term where the regulatory process is likely to extend 
beyond the expiration of the patent term. 

One of the amended rules is to revise the present 
regulations contained in 37 CFR Part 1, Subpart F, to include 
provisions for interim extension of the patent term prior to 
regulatory approval of the product that can now form the basis 
of patent term extension. The amended rules set forth proce- 
dures that govern the content and submission of applications 
for an interim extension of a patent term, and procedures gov- 
erning the interim extension determination and issuance of 
interim patent term extension certificates by the Office. 

The initial guidelines directed to the preparation and filing 
of applications for interim extensions of patent terms as author- 
ized by 35 U.S.C. 156(d)(5), were published as “Guidelines 
For Interim Extension Under 35 U.S.C. § 156(d)(5) of a Patent 
Term Prior To Regulatory Approval of a Product For Commer- 
cial Marketing or Use - Public Law 103-179 (December 3, 
1993)” in the Official Gazette at 1159 Off. Gaz. Pat. Office 
12 (February 1, 1994). The Final Rule supplements these initial 
guidelines. To the extent that they conflict with the interim 
guidelines, the Final Rule governs. 

It is important to keep in mind the distinction between an 
interim patent term extension under § 156(e)(2) and the interim 
patent term extension — for by 35 U.S.C. 156(d)(5), 
under § won poet sh kp ees ormer re after regulatory approval 
has occurred and is addressed in 37 CFR 1.760. Interim patent 
term extensions at § 156(e)(2) are not affected by the 
amendments to the rules. The latter applies before regulatory 
ge ee One 1.780 and 

-790. 


(97) 


"The eligibility criteria for obtaining an interim extension 
under § 156(d)(5) are substantially the same as for obtaining 
patent term extension under § 156 after regulatory approval 
has occurred. Under the provisions of 35 U.S.C. 156(d)(5), a 

tt owner or its agent may submit an application for an 
interim patent term extension within six months, but not later 
than 15 days, of the original expiration date of the patent. At 
the time the application is submitted, the regulatory review 
period must have advanced to the approval phase as defined 
in § 156(g), but must not have ended. For a new drug, for 
path the approval phase is defined in § 156(g)(1)(B)(ii) 
as the period beginning on the date a new drug application 
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was initially submitted for the new drug under § 505 of the 
Federal Food, Drug and Cosmetic Act. 

The content of the application for interim extension is the 
same as for an application for patent term extension following 
regulatory review, with certain ions necessitated by 
the circumstances. For example, the application for interim 
term extension will not be required to contain information about 
regulatory approval since that event has not occurred. A fee is 
pe for each interim extension application filed before 

approval occurs - $400.00 for the initial application 
fori interim extension and $200.00 for each supplementary appli- 
cation for interim extension. 

The processing of an application for interim patent term 
extension under 35 U.S.C. 156(d)(5), will not require transmis- 
sion of a copy of the application to the regulatory agency. 
However, it is contemplated that the Office will consult with 
the regulatory agency, as it has been doing for the past 10 
years under § 156, on the question of eligibility for patent term 
extension. 

If the patent is eligible for extension but for the fact that it 
is still under regulatory review, the Office can extend the patent 
term in one-year increments not to exceed five years from the 
expiration date. Any such extension would terminate 60 days 
after market approval. Before the 60-day period expires, the 
patentee could submit an application for patent term extension, 
supplying any additional information necessary to obtain any 
additional extension available under § 156. 

The interim extension of patent term available under § 
156(d)(S) cannot exceed the extension from the original patent 
term that would be available after regulatory approval. Thus, 
for example, a patent that was subject to the two-year extension 
limitation of § 156(g)(6)(C), could not obtain interim extension 
beyond two years from the original patent term expiration date. 
However, after an interim extension under § 156(d)(5) has been 
granted, the amount of patent term extension available after 

regulatory review is controlled by either § 156(d)(5) or § 
156(g)(6)(A) or (B). In no case would the extension go beyond 
five years from the original expiration date of the patent. How- 
a. for those situations falling under § 156(g)(6)(C), where 

approval occurs within the two-year period after 
the original expiration date of the patent, the extension after 
approval is measured from the date on which the product 
receives permission for commercial marketing or use. § 
156(d)(5)(E)(ii). 

Review of recent applications for patent term extension has 
revealed that the provisions of 37 CFR 1.785(c) may be read 
as being inconsistent with 35 U.S.C. 156. The statute requires 
that an application for patent term extension be filed by the 
patent owner or its agent. 35 U.S.C. 156(d)(1). The statute 
further requires under § 156(d)(1)(D) a description of the activi- 
ties undertaken by the applicant (i.e., the patent owner or its 
agent) during the regulatory review period, and specifies in § 
156(d)(2)(B)(i) that the lack of due diligence by the applicant 
during the regulatory review period may be taken into account. 
Given these statutory requirements, the Office has held that in 
order to be eligible for patent term extension, the patent owner 
or its agent must have undertaken the activities that lead to 
regulatory approval. If a patent owner has not been involved, 
either directly or indirectly, in the regulatory review process, 
that patent owner has not lost any effective patent life since it 
never invested time and resources necessary to obtain approval 
for commercial marketing or use. Accordingly, to the extent 
that 37 CFR 1.785 could be interpreted to permit a patent owner 
to obtain a patent term extension where neither the patent owner 
nor its agent were responsible for activities leading to regulatory 
approval, it was misleading and contrary to both the letter and 
intent of § 156. 

A notice of proposed rulemaking relating to Amendment to 
Rules for Extension of Patent Term was published in the Federal 
Register, 59 FR 56015, (November 10, 1994) and in the Official 

, 1169 Off. Gaz. Pat. Office 33 (December 13, 1994). 
A sole comment was received in response to this notice, but 
no change has been made in the text of the proposed amend- 
ments and additions to the rules. 

The comment was directed to the proposed amendment to 
37 CFR 1.785(c) when taken in light of 35 U.S.C. 156. The 
comment suggested that the party in interest before the regula- 
tory agency (e.g., the Food and Drug Administration) should 
be the party to obtain a patent term extension, whether that 
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party is the patent owner or licensee, and regardless of any 
“agency” relationship which may exist between the two with 
Se eee igs. This may be accom- 
by construing the term “applicant” in 
5 U.S. C. 156(0K1)0} and (a\2BYi) to mean the “applicant 
* re; approval. 

In response, it is clear that under 35 U.S.C. 156(a)(3) and 
(d)(1), the “applicant” for patent term extension shall be either 
the “owner of record of the patent” or the party which may be 
construed to be “its agent,” which requirement is repeated in 
35 U.S.C. SOSA): _ (d)(S(C) with regard to interim 
extensions. Indeed, to hold otherwise in the manner suggested 
snilhceonaenl oneid vistas Ee tasintemieden of PCAC 
156(c)(1), which requires that the patent term extension period 
be reduced by the time that the “applicant for patent extension 
did not act with due diligence during such period of the regula- 
tory review period.” This section not only cites 35 U.S.C. 
156(d)(2)(B) but also is consistent with the required —— 
of activities undertaken during the applicable regulatory peri 
set forth in 35 U.S.C. 156(4)(1)(D). The statute thus specifically 
requires that the application for patent term extension contain 
a description of the activities performed by the patent owner 
or its agent before the regulatory agency with regard to such 
proceedings, 35 U.S.C. 156(d)(1)(D), and further specifies that 
= lack of due diligence by the patent owner or its agent during 

review period may be taken into account, 35 
Us S.C. 156(c)(1) and (d)(2)(B)(i). 

In addition to the constraints of the statutory language, the 
comment fails to identify any justification for granting a term 
extension on a patent where the patent owner has not, either 
directly or indirectly, incurred either the significant costs associ- 
ated with regulatory approval or any delay in the commercial 
marketing of a product. Since the patent term extension provis- 
ions of § 156 are intended to be remedial in nature, providing 
a patent term extension to a patent owner who has not been 
harmed by the delay and costs associated with regulatory 
approval of a product would provide an unintended benefit to 
such a patent owner. In addition, providing a patent term exten- 
sion to a patent owner that did not participate in the regulatory 
review process could also frustrate an important purpose of the 
statute, that is, to encourage companies to make the significant 
investment necessary to obtain regulatory approval and dis- 
tribute the pharmaceutical product to the public, rather than 
placing a non-participating patent owner in a position to keep 
the product off the market during the extended term, to the 
detriment of the party that made the significant investment 
necessary to obtain regulatory approval. 

Accordingly, not only does the plain language of the statute 
prohibit the statutory interpretation suggested in the comment, 
but also the purpose of the statute would not be fulfilled by 
construing “applicant” to mean the applicant for regulatory 
review. 


Discussion of Specific Rules: 


Section 1.750 is being amended, as proposed, to provide for 
an eligibility determination which will be made on applications 
for interim extension filed in compliance with § 1.790. The 
section is further modified to limit the mailing of a notice of 
a final determination to applications filed in compliance with 
§ 1.740 after the regulatory approval process is complete. 

Section 1.760 is being amended, as proposed, to require that 
the title recite that the section is directed to requests for interim 
extensions of patent term under 35 U.S.C. 156(e)(2), to distin- 

ish it from interim extensions available under 35 U.S.C. 
156(d)(5), addressed in § 1.780. 

Section 1.765(a) is being amended, as proposed, to change 
the phrase (two occurrences) “the Office of the Secretary” to 
read “the Office or the Secretary.” The change provides that 
the applicant has a duty of disclosure to both the Patent and 
Trademark Office and the Secretary of Health and Human 
Services or the Secretary of Agriculture. 

Section 1.780 is being amended, as to provide that 
a certificate of interim extension under 35 U.S.C. 156(d)(5) 
will be issued to the applicant. Section 1.780 also provides for 
notification of the issuance of the certificate of interim extension 
under 35 U.S.C. 156(d)(5), including the identity of the product 
currently under regulatory review, to be published in the Federal 
Register. 


OFFICIAL GAZETTE 
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Section 1.785 is being amended, as proposed, to require the 
applicant for extension, i.e., the patent owner or its agent, to 
also have been the marketing applicant who obtained regulatory 
approval of the product for commercial marketing or use. While 
regulatory approval can be obtained by a party other than the 
patent owner, that other party must have been an agent of the 
patent owner when obtaining the regulatory val in order 
for the patent owner to be eligible to apply for extension of 
the patent term. 


Section 1.790 is being added, as to provide for 


one or more interim extensions for periods of up to one year 
for patents where the ee regulatory review period 
bed 


descri in paragraph (1)(B)(ji), (2)(B)ii), (3)(B)i), 
(4)(B)(ii), or (5)(B)Gi) of 35 U.S.C. 156(g) that began for the 
patented product may extend beyond the expiration of the patent 
term in effect. 

Paragraph (a) of added § 1.790 defines the time periods 
in which the initial interim extension application and each 
subsequent interim extension application must be filed in the 
Office. In no event will interim extensions be granted under 
proposed § 1.790 for a period of extension longer than that to 
which the applicant would be entitled to under 35 U.S.C. 156(c). 

Paragraph (b) of added § 1.790 establishes that the content 
requirements for the initial interim extension applications are 
substantially the same as the content requirements for a formal 
application for extension of patent term under § 1.740 and a 
complete application under § 1.741, except that the content 
requirements relate to a product currently undergoing re; 
review. In other words, the interim extension applications con- 
tain information available to the patent owner or its agent at 
the time the application is filed. 

Paragraph (c) of added § 1.790 permits each interim exten- 
sion application after the initial interim extension application 
to be limited to a request for a subsequent interim extension 
along with a statement that the regulatory review period has 
not been completed and any materials or information required 
under §§ 1.740 and 1.741 not present in the preceding interim 
extension application. 

Section § 1.791 is being added, as proposed, to provide 
that any interim extension granted under 35 U.S.C. 156(d)(5) 
terminates at the end of the 60-day period beginning on the 
date on which the product involved receives permission for 
commercial marketing or use. If within that 60-day period the 
patent owner or its agent files additional information required 
under 35 U.S.C. 156(d)(1) not contained in the applications 
for interim extension, the patent shall be further extended in 
accordance with the provisions of 35 U.S.C. 156. 


Other Considerations: 


These rule changes are in conformity with the requirements 
of the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Execu- 
tive Order 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
these rules will not have a significant economic impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 605(b)), because the rules would affect only a very 
small number of patents eligible for interim patent term exten- 
sion. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the relation- 
ship between the National Govemment and the States as out- 
lined in Executive Order 12612. 

These rule changes contain collection of information require- 
ments subject to the Paperwork Reduction Act of 1980, 44 
U.S.C. 35 U.S.C. 156(d)(5) 3501 et seq., which have previously 
been approved by the Office of Management and Budget under 
Control Number 0651-0020. The public g burden for 
this collection of information for Petition Extension is estimated 
to average 60 hours each, including the time for reviewing 
instructions, gm existing data sources, gathering and 
maintaining the data needed, and completing and reviewing 
the collections of information. Send comments regarding this 
burden estimate, or any other aspect of this collection of infor- 
mation, including suggestions for reducing the burden, to 
Gerald A. Dost, Office of the Deputy Assistant Commissioner 





January 7, 1997 


for Patent Policy and Projects, Box DAC, he a ange D.C. 
20231, and to the Office of Information and Regulatory Affairs, 
Office of Management and Budget, Washington, D.C. 20503 
(ATTN: Paperwork Reduction Act Projects 0651-0020). 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delegations 
(govemment agencies), Conflict of interest, Courts, Inventions 
and patents, Lawyers. 

For the reasons set forth, the preamble, Part 1 of Title 37 
_— Code of Federal Regulations is amended to read as 

follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 C.F.R. Part 1, Subparts A and 
F continues to read as follows: 


Authority: 35 U.S.C. § 6, unless otherwise noted. 


2. Section 1.20 is amended by revising paragraph (j) to read 
as follows: 


§ 1.20 Post-issuance fees. 


see88 


(j) For filing an application for extension of the term of a 
patent 


A © eames for extension under 


3. Section 1.750 is revised to read as follows: 


§ 1.750 Determination of eligibility for extension of patent 
term 


A determination as to whether a patent is eligible for exten- 
sion may be made by the Commissioner solely on the basis of 
the representations contained in the application for extension 
filed in compliance with § 1 Sh ts 1.790. This determination 
may he delegated to appropriate Patent and Trademark Office 
officials and may be made at any time before the certificate 
of extension is issued. The Commissioner or other appropriate 
officials may require from applicant further information or 
make such independent inquiries as desired before a final deter- 
mination is made on whether a patent is eligible for extension. 
In an application for extension filed in compliance with § 1.740, 
a notice will be mailed to applicant containing the determination 
as to the eligibility of the patent for extension and the period 
of time of the extension, if any. This notice shall constitute 
the final determination as to the eligibility and any period of 
extension of the patent. A single request for reconsideration 
of a final determination may be made if filed by the applicant 
within such time as may be set in the notice of final determina- 
tion or, if no time is set, within one month from the date of 
the final determination. The time periods set forth herein are 
subject to the provisions of § 1.136. 


4. In § 1.760, the heading is revised to read as follows: 


§ 1.760 Interim extension of patent term under 35 U.S.C. 
156(e)(2) 


5. Section 1.765(a) is revised to read as follows: 
eee 


A tne en eee 
Trademark Office and the Secretary of Health and Human 
Services or the Secretary of Agriculture rests on the patent 
owner or its agent, on each attorney or agent who represents the 
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patent owner and on every other individual who is substantively 
involved on behalf of the patent owner in a patent term extension 
proceeding. All such individuals who are aware, or become 
aware, of material information adverse to a determination of 
entitlement to the extension sought, which has not been pre- 
viously made of record in the patent term extension proceeding 
must bring such information to the attention of the Office or 
the Secretary, as appropriate, in accordance with paragraph (b) 
of this section, as soon as it is practical to do so after the 
individual becomes aware of the information. Information is 
material where there is a substantial likelihood that the Office 
or the Secretary would consider it important in determinations 
to be made in the patent term extension proceeding. 


6. Section 1.780 is revised to read as follows: 
§ 1.780 Certificate of extension of patent term 


If a determination is made pursuant to § 1.750 that a patent 
is eligible for extension and that the term of the patent is to 
be extended, a certificate of extension, under seal, or certificate 
of interim extension under 35 U.S.C. 156(d)(5) will be issued 
to the applicant for the extension of the patent term. Such 
certificate will be recorded in the official file of the patent and 
will be considered as part of the original patent. Notification 
of the issuance of the certificate of extension will be published 
in the Official Gazette of the Patent and Trademark Office. 
Notification of the issuance of the certificate of interim exten- 
sion under 35 U.S.C. 156(d)(5), including the identity of the 
product currently under re, review, will be published 
in the Official Gazette of the Patent and Trademark Office and 
in the Federal a No certificate of extension will be 
issued if the term of the patent cannot be extended, even though 
the patent is otherwise determined to be eligible for extension. 
In such situations the final determination made 
1.750 will indicate that no certificate will issue. 


7. Section 1.785 is revised to read as follows: 


pln mee for extension of term of the 
same patent or of it patents for the same regulatory 
review period for a product 


(a) Only one patent may be extended for a regulatory review 
period for any product § 1.720 (h)). If more than one application 
for extension of the same patent is filed, the certificate of 
extension of patent term, if , will be issued based 
upon the first filed application for extension. 

(b) If more than one application for extension is filed by a 
single applicant which seeks the extension of the term of two 
or more patents based upon the same regulatory review period, 
and the patents are otherwise eligible for extension pursuant 
to the requirements of this subpart, in the absence of an election 
by the Page the certificate of extension of patent term, if 

will be issued upon the application for extension 
of the patent term having the earliest date of issuance of those 
patents for which extension is sought. 

(c) If an application for extension is filed which seeks the 
extension of the term of a patent based upon the same regulatory 
review period as that relied upon in one or more applications 
for extension pursuant to the requirements of this subpart, the 
certificate of extension of patent term will be issued on the 
application only if the patent owner or its agent is the holder 

of the regulatory approval granted with respect to the regulatory 


pursuant to § 


review period. 

(d) An application for extension shall be considered complete 
and formal regardless of whether it contains the identification 
of the holder of the regulatory approval granted with respect 
to the regulatory review period. When an application contains 
such information, or is amended to contain such information, 
it will be considered in determining whether an application is 
eligible for an extension under this section. A request may be 
made of any applicant to supply such information within a 
non-extendable period of not less than one (1) month whenever 
multiple applications for extension of more than one patent are 
received and rely upon the same regulatory review period. 
Failure to provide such information within the period for 

set shall be regarded as conclusively establishing that 
the applicant is not the holder of the regulatory approval. 
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(e) Determinations made under this section shall be included 
in the notice of final determination of eligibility for extension 
of the patent term pursuant to § 1.750 and shall be regarded 
as part of that determination. 


8. Section 1.790 is added to read as follows: 


§ 1.790 Interim extension of patent term under 35 U.S.C. 
156(d)(5) 


(a) An owner of record of a patent or its agent who reasonably 
expects that the applicable regulatory review period described 
in paragraph (1)(B)(ii), (2)(B)(ii), (3)(B)(ii), (4)(B)Gi), or 
(5)(B)(ii) of subsection (g) that began for a product that is the 
subject of such patent may extend beyond the expiration of 
the patent term in effect may submit one or more applications 
for interim extensions for periods of up to one year each. The 
initial application for interim extension must be filed during 
the period beginning 6 months and ending 15 days before the 
patent term is due to expire. Each subsequent application for 
interim extension must be filed during the period beginning 60 
days before and ending 30 days before the expiration of the 

g interim extension. In no event will the interim exten- 
sions granted under this section be longer than the maximum 
period of extension to which the applicant would be entitled 
under 35 U.S.C. 156(c). 

(b) A complete application for interim extension under this 
section shall include all of the information required for a formal 
application under § 1.740 and a lete application under § 
1.741. Sections (a)(1), (a)(2), (a)(4), and (a)(6) - (a)(17) of § 
1.740 and § 1.741 shall be read in the context of a product 
currently undergoing regulatory review. Sections (a)(3) and 
(a)(S) of § 1.740 are not applicable to an application for interim 
extension under this section. 

(c) The content of each subsequent interim extension applica- 
tion may be limited to a request for a subsequent interim exten- 
sion along with a statement that the regulatory review period 
has not been completed along with any materials or information 
required under § 1.740 and § 1.741 that are not present in the 
preceding interim extension application. 


9. Section 1.791 is added to read as follows: 


§ 1.791 Termination of interim extension granted prior to 
marketing 


regulatory approval of a product for commercial 
or use 


Any interim extension granted under 35 U.S.C. 156(d)(5) 
terminates at the end of the 60-day period beginning on the 
date on which the product involved receives permission for 
commercial marketing or use. If within that 60-day period the 

tt owner or its agent files an application for extension 
under § 1.740 and § 1.741 including any additional information 
required under 35 U.S.C. 156(d)(1) not contained in the applica- 
tion for interim extension, the patent shall be further extended 
in accordance with the provisions of 35 U.S.C. 156. 


*e* ee * 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks 


May 8, 1995 


[1175 OG 15] 


(98) GUIDELINES FOR INTERIM EXTENSION 
UNDER 35 U.S.C. § 156(d)(S5) OF A PATENT TERM 
PRIOR TO REGULATORY APPROVAL OF A 
PRODUCT FOR COMMERCIAL MARKETING OR 
USE - PUBLIC LAW 103-179 (December 3, 1993) 


This notice is intended to establish initial guidelines for 
patent owners who are seeking interim extensions of patent 
terms pursuant to newly enacted 35 U.S.C. § 156(d)(5). These 

lines will be in effect until further notice. These guidelines 
do not affect the rights of a patent owner or the procedures to 
request interim extensions under 35 U.S.C. § 156(e)(2). 


OFFICIAL GAZETTE 


January 7, 1997 


Section 156(d)(5)(A) of Title 35, United States Code, pro- 
vides that a patent owner seeking an interim extension of the 
terms of a patent pursuant to its provisions must submit an 
application to the Commissioner of Patents and Trademarks 
(Commissioner) within a certain defined period of time. Section 
156(d)(5) specifies certain components the application is to 
contain, including “such patent or other information as the 
Commissioner may require.” See 35 U.S.C. § 156(d)(5)(A)(v). 
Section 156(h) provides that the “Commissioner may establish 
such fees as the Commissioner determines appropriate to cover 
the costs to the Office of receiving and acting upon applications 
under this section.” The purpose of this notice is to provide 
guidelines which a patent owner or its agent should use in (1) 
deciding whether the requirements for the submission of an 

lication for an interim extension of the term of a patent are 
satisfied, and (2) making the submission of such an application 
to the Patent and Trademark Office. 

This notice includes guidelines as to the actual content of 
an application for interim extension of the term of a patent. 
The guidelines should be used in determining whether a patent 
is subject to, and meets the conditions for interim extension 
of its term under section 156(d)(5). The guidelines should 
also be used in preparing and filing an application for interim 
extension of the patent term. If any application for interim 
extension of the term of a patent is filed in accordance with 
35 U.S.C. § 156(d)(5), but is not in compliance with the require- 
ments of this notice, applicant will be notified of the deficiences 
in the application and will be given a period of time within 
which to correct the deficiences. 


GUIDELINES 
A. Patents eligible for interim extension of the patent term. 


(a) Any patent which claims a product as defined in paragraph 
(b) of this section, or a method of using such a product, is 
eligible for an interim extension of its patent term in accordance 
with 35 U.S.C. § 156(d)(5). 


(b) The term “product” referred to in paragraph (a) of this 
section means a product as defined in 35 U.S.C. 156(f). 


§ B. Conditions for interim extension of patent term. 
A patent may be granted an interim extension of its term if: 


(a) the patent claims a product or a method of using or 
manufacturing a product as defined in § A of this notice; 


(b) the term of the patent has been extended under 35 U.S.C 
§ 156(e); 


(c) an application for interim extension under § 156(d) is 
submitted pursuant to § E of this notice; 


(d) the product is undergoing a regulatory review 
as described in paragraph (1)(B)(1i), (2)(B)(ii), (3)(B)(ii), 
(4)(B)(ii), or (5)(B)(ii) of 35 U.S.C. § 156(g); 


(e) the product has not received permission for commercial 
marketing or use; or, in the case of a patent claiming a method 
of manufacturing a product which primarily uses recombinant 
DNA technology in the manufacture of the product, no permis- 
sion for commercial marketing or use has been granted for a 
product manufactured under the process claimed in the patent; 
and, 


(f) the application is submitted during the period beginning 
6 months, ending 15 days, before the expiration of the patent 
term; or, in the case of a subsequent interim extension, during 
the period beginning 60 days before, and ending 30 days before, 
the meiean of the preceding interim extension. 


§ C. Applicant for interim extension of patent term. 
Any application for interim extension of a patent term must 


be submitted by the owner of record of the patent or its agent 
and must comply with the requirements of § E of this notice. 
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§ D. Filing date of application for interim extension of 
patent term. 


(a) The filing date of an application for interim extension 
Se eee ae a 
received in the Patent and Trademark Office, or filed 
to the “Certificate of Mailing” provisions of 37 CFR'$ 18 or 
“Express Mail” provisions of 37 CFR § 1.10. 


A complete application shall include: 


(1) identification of the product then under regulatory 
review; 


(2) identification of each Federal statute under which regu- 
latory review is occurring; 


(3) identification of the patent for which an interim exten- 
sion is sought; 


(4) identifiation of each claim of the patent which claims 
or a method of using or manufacturing the product 
then under regulatory review; 


(5) sufficient information to enable the Commissioner to 
determine that, except for permission to market or use the 
product commercially, the patent would be eligible for an exten- 
sion of its term under 35 U.S.C. § 156; and, 


(6) a brief description of the activities undertaken by the 
applicant during the applicable regulatory review period with 
respect to the product or a method of using or manufacturing 
the product then under regulatory review and the significant 
dates applicable to such activities. 


(b) If any application submitted pursuant to this section is 
held to be incomplete, applicant may seek to have this holding 
reviewed under 37 CFR § 1.181. 


§ E. Application for interim extension of patent term. 


(a) An application for interim extension of a patent term 
must be made in writing to the Commissioner of Patents and 
Trademarks. 


(b) A formal application for interim extension of the patent 
term shall include: 


(1) a complete identification vtec pes rh aig a 
tory review as by appropriate chemical and generic name, phys- 
ical structure or characteristics, and, where the requested 
extension is based on a method claim, the method of using or 
method of manufacturing the product then under regulatory 
review; 


(2) a complete identification of the Federal statute 
including the applicable provision of law under which the regu- 
latory review is occurring; 


CO) i So eon aoe tne tes, ene 
of each active ingredient in the and as to each active 
pesmi ye gmene approved 
or commercial or use under the Federal Food, Drug 
sat Conmiaic hen. Gre Pele tsa Sires fon arta View 
Serum-Toxin Act, or a staement of when the active ingredient 
was approved for commercial marketing. or use (either alone 
or in combination with other active ingredients) the use for 
which it was approved, and the provision of law under which 


it was approved; 


(4) a statement that the application is being submitted 
within the period permitted for submission pursuant to § B of 
this notice, and an identification of the date of the first and 
last days on which the application could be submitted; 


(5) a complete identification of the patent for which an 
interim extension is sought by the name of the inventor, the 
patent number, the date of issue, and the date of expiration; 
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(6) a copy of the patent for which an interim extension 
is sought, including the entire specification (with claims) and 
drawings; 


(7) a copy of any disclaimer, certificate of correction, 
receipt of maintenance fee payment, or reexamination certifi- 
cate issued in the patent; 


(8) a statement that the patent claims the product or a 
method of using or manufacturing the product under regulatory 
review, and a showing which lists each applicable patent claim 
and demonstrates the manner in which each applicable patent 
claim reads on the product or a method of using or manufac- 


turing the product under regulatory review; 


(9) a statement beginning on a new page, of the relevant 
dates and information pursuant to 35 U.S.C. § 156(g) of the 
applicable current regulatory review period as follows: 


(i) for a patent that claims a human drug, antibiotic, or 
human biological product, the effective date of the investiga- 
tional new drug (IND) application and the IND number, and 
the date on which a new drug application (NDA) or a Product 
License Application (PLA) was initially submitted and the 
NDA or PLA number; 


(ii) for a patent claiming a new animal drug, the date 
a major health or environmental effects test on the drug was 
initiated and any available substantiation of the date or the date 
of an exemption under subsection (j) of section 512 of the 
Federal Food, Drug and Cosmetic Act became effective for 
such animal drug; and the date on which a new animal drug 
application (NADA) was initially submitted and the NADA 
number; 


(iii) for a patent claiming a veterinary biological 

Gide Gk cutee ar qumaciien agen 

logical product under the Virus-Serum-Toxin Act became 

effective; and the date an application for license was submitted 
under the Virus-Serum-Toxin Act; 


(iv) for a patent claiming a food or color additve, the 
date a major health or environment effects test on the additive 
was initiated and any available substantiation of that date; and 
the date on which a petition for product approval under the 
Federal Food, Drug and Cosmetic Act was initially submitted 
and the petition number; 


(v) for a patent claiming a medical device, the effective 
date of the investigational device exemption (IDE) and the IDE 
number, if applicable, or the date on which the applicant began 
the first clinical investigation involving the device if no IDE 
was submitted and any available substantiation of that date; 
and the date on which any application for product approval or 
notice of ion of a product development protocol under 
section 515 of the Federal Food, Drug and Cosmetic Act was 
initially submitted and the number of the application; 


(10) a brief description beginning on a new page of the 
significant activities undertaken by the applicant during the 
applicable regulatory review period with respect to the product 
under regulatory review and the significant dates applicable to 


such activities; 


(11) a statement that applicant acknowledges a duty to 
disclose to the Commissioner of Patents and Trademarks any 
information which is material to the determination of entitle- 
ment to the interim extension sought; 


(12) the prescribed fee for receiving and acting upon the 
for extension (see § F of this notice); 


(13) the name, address, and telephone number of the person 
to whom inquires and correspondence relating to the application 
for interim patent term extension are to be directed; 

(14) a duplicate of the application papers, certified as such; 


(15) an oath or declaration as set forth in paragraph (c) 
of this section. 
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(c) Any oath or declaration submitted in compliance with 
paragraph (b) of this section must be signed by the owner of 
record of the patent or its agent, specifically identify the papers 
and the patent for which an interim extension is sought and 
aver that the person signing the oath or declaration; 


(1) is the owner, an official of a corporate owner authorized 
to obligate the corporation, or a patent attorney or agent author- 
ized to practice before the Patent and Trademark Office and 
who has general authority from the owner to act on behalf of 
the owner in patent matters; 


(2) has reviewed and understands the contents of the appli- 
cation being submitted pursuant to this section; 


(3) believes the patent is eligible for extension pursuant 
to § A of this notice; 


(4) believes an interim extension is justified under 35 
U.S.C. § 156(d)(5) and the guidelines of this notice; and, 


(5S) believes the patent for which the extension is being 
sought meets the conditions for interim extension of the term 
of a patent as set forth in § B on this notice. 


(d) If any application for interim extension of patent term 
submitted pursuant to this section is held to be informal, appli- 
cant may seek to have that holding reviewed by filing a petition 
with the required fee, as necessary, pursuant to 37 C.F.R. §§ 
1.181, 1.182 or 1.183, as appropriate, within such time as may 
be set in the notice that the application has been held to be 
informal, or if no time is set, within one month of the date on 
which the application was held informal. The time periods set 
forth herein are subject to the provisions of 37 C.F.R. § 1.136. 


§ F. Fees for receiving and acting on application filed pur- 
suant to 35 U.S.C § 156(d)(5). 


Pursuant to 35 U.S.C. § 156(h), the Commissioner has deter- 
mined that the following fees are appropriate to cover the costs 
to the Patent and Trademark Office of receiving and acting upon 
applications for interim patent terms extension filed pursuant to 
35 U.S.C. § 156(d)(5): 


(a) for an initial application for “interim extension” under 
35 U.S.C. § 156(d)5(A): $400.00; and, 


(b) for each application requesting a “subsequent interim 
extension” under 35 U.S.C. § 156(d)(S5)(C): $200.00. 


The appropriate fee should accompany the application when 
filed. If a fee in a different amount is adopted in Title 37 of 
the Code of Federal Regulations, applicant will be refunded 
any excess or required to submit any deficiency. 


§ G. Address for filing applications pursuant to 35 U.S.C. 
§ 156(d)(5). 

All applications for interim extension of the term of a patent 
and any communications relating thereto should be addressed 
to the Commissioner of Patents and Trademarks, Box Patent 
Ext., Washington, D.C., 20231. When appropriate, the commu- 
nication should be marked to the attention of a particular indi- 
vidual. 


§ H. Termination of Interim Extension. 


Any interim extension granted under 35 U.S.C. § 156(d)(5) 
terminates at the end of the 60-day period beginning on the 
date on which the product involved receives permission for 
commercial marketing or use. If within that 60-day period the 

t owner or its agent files additional information required 
under 35 U.S.C. § 156(d)(1) not contained in the application 
for interim extension, the patent shall be further extended in 
accordance with the provisions of 35 U.S.C. § 156. 


§ I. For further information contact: 


Charles E. Van Horn by telephone at (703) 305-9054 or 
Gerald A. Dost by telephone at (703) 305-8813; or by mail 
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marked to their attention and addressed to the Commissioner 
of Patents and Trademarks, Washington, D.C., 20231. 


Summary 


The initial guidelines set forth above are considered to be 
appropriate and authorized by 35 U.S.C. § 156. They will 
provide appropriate guidelines to patent owners and their agents 
pending appropriate changes which will be made in Title 37 
of the Code of Federal Regulations. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Jan. 6, 1994 


[1159 OG 12] 


Department of Commerce 
Patent and Trademark Office 


Notice of two-year exclusivity period; 
DAYPRO® oxaprozin. 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Receipt of Notice of Entitlement under Sec- 
tion 2105 of the FDA Export Reform and Enhancement Act 
of 1996 (Chapter 1A of Pub. L. No. 104-134). 

Summary: The Patent and Trademark Office has received notifi- 
cation from G. D. Searle & Co. that it claims entitlement under 
Section 2105 of the FDA Export Reform and Enhancement 
Act of 1996 (Chapter 1A of Pub. L. No. 104-134) for its drug 
product DAYPRO® oxaprozin. 

For Information Contact: Karin Tyson by telephone at (703) 
305-9285; by mail marked to her attention and addressed to 
the Assistant Commissioner for Patents, Box DAC, Wash- 
ington, D.C. 20231; or by fax marked to her attention at (703) 
308-6916. 

Supplementary Information: On April 25, 1996, the FDA Export 
Reform and Enhancement Act of 1996 (Act) (Chapter 1A of 
Pub. L. No. 104-134) was enacted. Section 2105 thereof grants 
specified exclusive rights to the owner of the right to market 
a specified nonsteroidal anti-inflammatory drug who has com- 
plied with the Act. The text of Section 2105 is as follows: 


(a) IN GENERAL — Any owner on the date of enactment 
of this Act of the right to market a nonsteroidal anti-inflamma- 
tory drug that — 


(1) contains a previously patented active agent; 

(2) has been reviewed by the Federal Food and Drug 
Administration for a period of more than 120 months as a new 
drug application; and 

(3) was approved as safe and effective by the Federal 
Food and Drug Administration on October 29, 1992, shall be 
entitled, for the 2-year period beginning on October 29, 1997, 
to exclude others from making, using, offering for sale, selling, 
or importing into the United States such active agent, in accor- 
dance with section 154(a)(1) of title 35, United States Code. 


(b) INFRINGEMENT — Section 271 of title 35, United 
States Code shall apply to the infringement of the entitlement 
provided under subsection (a). No application described in 
section 271(e)(2)(A) of title 35, United States Code, regardless 
of purpose, may be submitted prior to the expiration of the 
entitlement provided under subsection (a). 

(c) NOTIFICATION — Not later than 30 days after the date 
of enactment of this Act, any owner granted an entitlement 
under subsection (a) shall notify the Commissioner of Patents 
and Trademarks and the Secretary of Health and Human Ser- 
vices of such entitlement. Not later than 7 days after receipt 
of such notice, the Commissioner and Secretary shall publish 
an appropriate notice of the receipt of such notice. 


On May 15, 1996, G. D. Searle & Co., filed a notice with 
the Commissioner of Patents and Trademarks of its claim for 
entitlement pursuant to Section 2105(c) of the Act. The notice 
states that G. D. Searle & Co. was the owner of the right to 
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market the nonsteroidal anti-inflammatory drug oxaprozin on 
April 25, 1996, the date of enactment of the Act. Further, the 
notice states: that oxaprozin contains an agent that was patented 
and covered by U.S. Patent No. 3,578,671; that a New Drug 
Application (NDA) was filed on August 10, 1982, for oxaprozin 
and was reviewed for a period of more than 120 months; and 
that oxaprozin was approved as safe and effective by the Federal 
Food and Drug Administration on October 29, 1992. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


May 16, 1996 


[1187 OG 62] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 3 and 5 


[Docket #: } 
RIN 0651-AA75 


Changes to Implement 18-Month 
Publication of Patent Applications 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of proposed rulemaking. 

Summary: The Patent and Trademark Office (Office) is pro- 
posing to amend the rules of practice in patent cases primarily 
to implement changes related to the 18-month publication of 
patent applications in title 35, United States Code, contained 
in the Patent Application Publication Act of 1995 (H.R. 1733). 
Among the changes that are contained in H.R. 1733 would be 
the publication of patent applications after 18 months from the 
earliest filing date for which a benefit is sought, and the addition 
of provisional rights to the rights provided in a patent. These 
changes would apply to utility and plant applications other than 
provisional applications, but not to design applications. H.R. 
1733 was introduced in the House of Representatives on May 
25, 1995. The amendments to title 35 relating to 18-month 
publication, if enacted as proposed, would be effective on Jan- 
uary 1, 1996. 

Dates: A public hearing will be held on Tuesday, September 
19, 1995, at the Holiday Inn - National Airport, 15th Street 
and Jefferson Davis Highway, Arlington, Virginia, at 9:30 a.m. 
Those wishing to present oral testimony must request an oppor- 
tunity to do so no later than September 14, 1995. Written 
comments must be submitted on or before September 19, 1995. 
Addresses: Address written comments and requests to present 
oral testimony to the Commissioner of Patents and Trademarks, 

Washington, D.C. 20231, Attention: Stephen G. Kunin, Deputy 
Assistant Commissioner for Patent Policy and Projects. In addi- 

tion, written comments may also be sent by facsimile transmis- 
sion to (703) 305-8825, with a confirmation copy mailed to 
the above address, or by electronic mail messages over the 
Internet to early-pub@uspto.gov. 


Written comments should include the following information: 


- name and affiliation of the individual responding; 

- an indication of whether comments offered represent views 
of the respondent’s organization or are the respondent’s: per- 
sonal views; and 

- if applicable, information on the respondent’s organization, 
including the type of organization (e.g., business, trade group, 
university, non-profit organization). 


Parties mailing written comments are asked to provide their 
comments in machine readable format. Machine-readable sub- 
missions may be provided on a 3 1/2 inch floppy disk formatted 
for use in either a Macintosh or MSDOS-based. computer. 
Machine-readable submissions should be provided as unfor- 
matted text (e.g., ASCII or plain text), or as formatted text in 
one of the following file formats: Microsoft Word (Macintosh, 
DOS or Windows versions) or WordPerfect (Macintosh, DOS 
or Windows versions). 
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Written comments and transcripts of the hearings will be 
available for public inspection on or about October 2, 1995, in 
Room 520 of Crystal Park One, 2011 Crystal Drive, Arlington, 
Virginia, and will be available on or about October 2, 1995, 
through anonymous file transfer protocol (ftp) via the Internet 
(address: ftp.uspto.gov). 


For Further Information Contact: Stephen G. Kunin by tele- 
phone at (703) 305-8850, by facsimile at (703) 305-8825, by 
electronic mail at rbahr@uspto.gov, or Jeffrey V. Nase by 
telephone at (703) 305-9285, or by mail marked to the attention 
of Stephen G. Kunin, addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 


Supplementary Information 


This proposed rule change is designed primarily to implement 
the changes in practice related to the publication of patent 
applications provided for in H.R. 1733. A copy of this legisia- 
tion may be obtained from the individuals identified in the 
“For Further Information Contact” section of the notice. 

Section 122 of title 35, United States Code, currently provides 
that patent applications are maintained in confidence. until a 
patent is granted. H.R. 1733, if enacted, would amend 35 U.S.C. 
122 to provide that each application for patent, except for 
design applications filed under 35 U.S.C. 171 and provisional 
applications filed under 35 U.S.C. 111(b), shall be published 
“as soon as possible after the expiration of a period of 18 
months from the earliest filing date for which a benefit is 
sought,” but provides that applications that are no longer 
pending and applications that are subject to a secrecy order 
under 35 U.S.C. 181 shall not be published. 

H.R. 1733 includes a provision (35 U.S.C. 122(b)(2)) that, 
upon request, an application of an independent inventor who 
has been accorded status under 35 U.S.C. 41(h) will not be 
published until three months after an Office action under 35 
U.S.C. 132; however, applications filed under 35 U.S.C. 363 
and applications claiming the benefit of an earlier filing date 
under 35 U.S.C. 119, 120, 121, 365(a) or 365(c) are not eligible 
for such a request. In addition, H.R. 1733 provides that an 
applicant making such a request must certify that the invention 
disclosed in the application was not or will not be the subject 
of an application filed in a foreign country. H.R. 1733 provides 
that the Commissioner may establish appropriate procedures 
and fees for such a request. 

H.R. 1733, if enacted, would further amend 35 U.S.C. 119 
to provide that the claim and certified copy of the original 
foreign application must be filed in the Office at such time 
during the pendency of the application as required by the Com- 
missioner, and that the Commissioner may consider the failure 
of the applicant to file a timely claim for priority as a waiver 
of any such claim. H.R. 1733, if enacted, would likewise amend 
35 U.S.C. 120 to provide that the Commissioner may determine 
the time period during the pendency of the application within 
which an amendment containing the specific reference to the 
earlier filed application shall be submitted, and that the Com- 
missioner may consider the failure of the applicant to file a 
timely claim for priority as a waiver of any such claim. 

H.R. 1733, if enacted, would further amend 35 U.S.C. 102(e) 
to include applications published pursuant to 35 U.S.C. 122(b) 
within its scope. H.R. 1733, if enacted, would provide that the 
costs of early publication shall be recovered by adjusting the 
filing, issue and maintenance fees, by charging a separate publi- 
cation fee, or by any combination of these methods. H.R. 1733, 
if enacted, would also provide that, upon issuance of the appli- 
cation as a patent, the patent shall, where the invention claimed 
in the patent is identical to the invention claimed in the pub- 
lished application, include. provisional rights during the period 
from publication until issuance of the patent. 

H.R. 1733 also includes amendments relating to 20-year 
patent term and provisional applications. Specifically, H.R. 
1733 includes an amendment to 35 U.S.C. 119(e) to provide 
that if the day that is twelve months after the filing date of a 
provisional application falls on a Saturday, Sunday, or Federal 
holiday within the District of Columbia, the period of pendency 
of the provisional application shall be extended to the next 
succeeding secular or business day. H.R. 1733 also includes 
an amendment to 35 U.S.C. 154(b) to: (1) include an unusual 
administrative delay by the Office in issuing the patent as a basis 
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for patent term extension; (2) provide that the total duration of 
all extensions under 35 U.S.C. 154(b) shall not exceed ten 
years, as to the five year limit currently provided in 
Public Law 103-465; (3) provide that no patent that has issued 
before the expiration of three years after the filing date of the 

lication or entry of the application into the national stage 
under 35 U.S.C. 371 shall be extended under 35 U.S.C. 154(b); 
(4) provide that no patent whose term has been disclaimed 
beyond a specified date shall be extended under 35 U.S.C. 
154(b) beyond the expiration date specified in the terminal 
disclaimer, and (5) provide that any period of extension under 
35 U.S.C. 154(b) shall be reduced by the period during which 
the applicant for patent did not engage in reasonable efforts to 
conclude processing or examination of the application, rather 
than the “due diligence” provision applicable to extensions 
under 35 U.S.C. 154(b)(2) in Public Law 103-465. 

The current planning approach to the implementation of early 
publication is to create an electronic data base which captures 
the technical content, i.e., the specification, abstract, claims and 
drawings, of the application-as-filed. A data capturing operation 
will enable the creation of a data base containing image and 
text equivalent of the technical contents of the application-as- 
filed. Application materials will be digital image and/or optical 
character recognition (OCR) scanned by the Office for entry 
into this electronic data base. This electronic data base will be 
used to provide a source for (a) meeting publication require- 
ments for the applications, (b) providing a basis for electronic 
searching and retrieval of applications, and (c) providing a 
basis for producing copies of the technical contents of the 
application-as-filed. The publication of an application will take 
the form of publishing information necessary to identify the 
applicant and the technical subject matter of the application, 
i.e., a Gazette Entry, in a separate Gazette of Patent Application 
Notices, with a one-page printed publication, i.e., a Patent 
Application Notice or PAN, containing similar information for 
placement in the paper search files. Published applications 
will be assigned a sequential Patent Application Notice (PAN) 
number in the manner that issued patents are assigned a sequen- 
tial patent number. In addition, a document including the Patent 
Application Notice and the technical contents of the application- 
as-filed, designated as the Technical Contents Publication, will 
be available to the public upon publication. 

The digital images of the technical contents of the applica- 
tion- as-fileu, i.e., the Technical Contents Publication, will be 
available for public review. Paper copies of the Patent Applica- 
tion Notice and Technical Contents Publication will also be 
available for purchase similar to the way paper copies of patents 
are currently available for purchase. When budgetary and pro- 
cess considerations permit, text searching of the Patent Applica- 
tion Notice and Technical Contents Publication will be 
implemented. 

The information provided to Patent and Trademark Deposi- 
tory Libraries will be expanded to include weekly issues of 
the Gazette of Patent Application Notices (provided by the 
Government Printing Office), and a CD-ROM collection of 
facsimile images of the Patent Application Notices and Tech- 
nical Contents Publications. The public would also be able to 
place subscription orders to receive weekly paper copies of the 
Patent Application Notices and Technical Contents Publica- 
tions published in specific classes and subclasses similar to the 
way such orders are currently placed for issued patents, as well 
as subscription orders to receive the CD-ROM collection of 
facsimile images of the Patent Application Notices and Tech- 
nical Contents Publications. 

H.R. 1733, as proposed, does not specifically exclude appli- 
cations that are national security classified from those applica- 
tions to be published. Executive Order 12356 and a number of 
statutes, e.g., 42 U.S.C. 2011 et seq. (the Atomic Energy Act 
of 1954), 15 U.S.C. 1155 (provides that the Secretary of Com- 
merce shall respect and preserve the security classification of 
inventions in the possession or control of the Department of 
Commerce), and 18 U.S.C. 798 (provides criminal sanctions 
for the disclosure of classified information) preclude the publi- 
cation of a national security classified application. Further, the 
publication requirement in H.R. 1733, as proposed, provides 
some latitude to the Commissioner to publish applications later 
than 18 months from the earliest filing date for which a benefit 
is sought. Therefore, the publication of a national security 
classified application will be delayed until such application is 
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either declassified, which will permit publication of the applica- 
tion, or subjected to a secrecy order pursuant to 35 U.S.C. 181, 
which will exclude the application from publication by the 
express terms of H.R. 1733, as proposed. In view of national 
security considerations, and the current statutory prohibitions 
on the disclosure of classified information, it is appropriate to 
specifically exclude those applications that are national security 
classified from publication under the provisions of H.R. 1733. 

While H.R. 1733, if enacted, would not directly affect design 
applications, this notice of proposed rulemaking includes a 
proposed amendment to § 1.154 such that the arrangement for 
a design application will be consistent with the arrangements 
for a utility (§ 1.77) or plant (§ 1.163) application, as well as 
a proposed amendment to § 1.5 to provide that a paper con- 
cerning a provisional application must identify the provisional 
application as such and by application number. In addition, 
while this proposed rule change is designed primarily to imple- 
ment the changes in practice related to the publication of patent 
applications provided for in H.R. 1733, a number of proposed 
rule changes set forth in this notice of proposed rulemaking 
would be desirable even in the absence of an 18-month publica- 
tion system. Specifically, this proposed rule change is also 
designed to: (1) clarify which applications claiming the benefit 
of prior applications or prior applications for which a benefit 
is claimed in a later application will be preserved in confidence; 
(2) amend the rules pertaining to the format and standards for 
application papers and drawings to improve the standardization 
of patent applications; (3) broaden the application of § 1.131 
to instances in which inventions of a pending application or 
patent under reexamination and a patent held by a single party 
are not identical, but not patentably distinct; (4) broaden the 
application of §§ 1.78(c) and (d) to patents under reexamination, 
(5) clarify the practice for the delivery or mailing of patents; 
(6) provide for the treatment of national security classified 
applications; (7) expedite the entry of international applications 
into the national stage; and (8) amend a number of rules for 
consistency and clarity. Since these proposed rule changes may 
be adopted as final rules even in the absence of an 18-month 
publication system, interested persons are advised to comment 
on any proposed rule change, regardless of whether H.R. 1733 
is enacted. If H.R. 1733 is amended during the legislative 
process, the final rules will comply with this legislation as 
enacted. If H.R. 1733 is not enacted, the proposed rules that 
would implement publication of patent applications would be 
withdrawn. 

In a Notice of Public Hearing and Request for Comments 
on 18-Month Publication of Patent Applications (18-Month 
Publication Notice) published in the Federal Register at 59 FR 
63966 (December 12, 1994) and in the Patent and Trademark 
Office Official Gazette at 1170 Off. Gaz. Pat Office 390-94 
(January 3, 1995), the Office requested public comment on the 
procedures the Office should adopt if an 18-month publication 
system was enacted. The 18-Month Publication Notice set forth 
the Office’s planning approach for the implementation of 18- 
month (pre-grant) publication of patent applications, and specif- 
ically presented fourteen (14) questions on which comment 
was invited. An oral hearing was conducted on February 15, 
1995. 

Sixty-five (65) written comments, as well as two (2) Law 
Review articles concerning the pre-grant publication of pending 
patent applications, were submitted. Of the sixty-five (65) com- 
ments, forty (40) submitted comments directed to at least one 
of the questions presented in the 18-Month Publication Notice. 
Sixteen (16) persons testified at the public hearing conducted 
on February 15, 1995. 


Response to Comments on the 18-Month Publication Notice 


The following questions were presented in the 18-Month 
Publication Notice. Each question is followed by a summary 
of the comments submitted in response to the question, and 
the proposed disposition of the issue presented in the question. 
1. Should the PTO require that all official application-related 
materials be delivered to a central location? Specifically, what 
problems would a requirement that all official application- 
related materials be delivered to a central location cause? 


Summary: A slight majority of the comments opposed a 
requirement that all official application-related materials be 
delivered to a central location. 
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: As the Office currently considers the delivery of 
all official application-related materials to a central location to 
be unnecessary to the currently planned approach to implemen- 
tation of 18-month publication, no change to the rules of prac- 
tice to require that all official application-related materials be 
delivered to a central location will be proposed. 


2. Should the PTO adopt a standard application format? If so, 
what portions of the application papers should the PTO require 
be submitted in a standard size and/or format, and what sanction 
(e.g., surcharge) should be established for the failure to comply 
with these requirements? 


Summary: A majority of the comments favored the implemen- 
tation of a standard application format, so long as an applicant 
was given a time period in which to comply with this format, 
i.e., failure to comply with the standard application format did 
not deprive the application of a filing date. In addition, a number 
of comments indicated that any additional requirements should 
not be inconsistent with European Patent Office (EPO) or Patent 
Cooperation Treaty (PCT) requirements, or in excess of those 
requirements necessary for the implementation of 18-month 
publication. 

Response: The Office is proposing to change the rules of 
practice to institute only those additional standardizations 
which are consistent with the requirements set forth in PCT 
Rule 11, and are considered necessary for the digital image 
and OCR scanning of application materials into an electronic 
data base. Those additional standardizations are that: (1) appli- 
cations be submitted on flexible, strong, smooth, non-shiny, 
durable and white paper (PCT Rule 11.3); (2) the papers be 
typewritten by a typewriter or word-processor, i.e., hand-written 
application materials would no longer be acceptable, with | 1/ 
2 or double spaced lines (PCT Rule 11.9(c)), and in permanent 
“dark” ink (PCT Rule 11.9(d)) and portrait orientation, ie., 
with the shorter sides of the paper on the top and bottom (PCT 
Rule 11.2(d)); (3) the sheets of papers be the same size and 
either 21.0 cm. by 29.7 cm. (DIN size A4) or 21.6 cm. by 27.9 
cm. (8 1/2 by 11 inches) (PCT Rule 11.5), with a top margin 
of at least 2.0 cm. (3/4 inch), a left side margin of at least 2.5 
cm. (1 inch), a right side margin of at least 2.0 cm. (3/4 inch), 
and a bottom margin of at least 2.0 cm. (3/4 inch) (PCT Rule 
11.6(a)); (4) the pages of the application be numbered consecu- 
tively, with the numbers being centrally located above or below 
the text (PCT Rule 11.7); and (5) the claims be on a separate 
sheet (PCT Rule 11.4). Finally, §§ 1.52(b) and 1.84(x) are 
proposed to be amended to provide that no holes should be 
provided in the paper or drawing sheets due to the potential 
for their interference with the scanning operation. 

Section 1.52(b) currently requires that application papers be 
written on but one side, and § 1.72(b) currently requires that 
the abstract be on a separate sheet. In an application filed 
without: (1) typewritten application papers on flexible, strong, 
smooth, non-shiny, durable and white paper; (2) 1 1/2 or double 
spaced lines in portrait orientation; (3) permanent “dark” ink 
typing; (4) sheets of papers of the same size and either 21.0 
cm. by 29.7 cm. (DIN size A4) or 21.6 cm. by 27.9 cm. (8 1/ 
2 by 11 inches), with a top margin of at least 2.0 cm. (3/4 
inch), a left side margin of at least 2.5 cm. (1 inch), a right 
side margin of at least 2.0 cm. (3/4 inch), and a bottom margin 
of at least 2.0 cm. (3/4 inch); (5) the pages of the application 
including claims and abstract be numbered consecutively, 
starting with page one, with the numbers being centrally located 
above or below the text; (6) application papers typed on but 
one side; and (7) an abstract and claims on a separate sheet, 
the applicant will be given a time period, non-extendable under 
§ 1.136(a), in which to file a substitute specification in compli- 
ance with § 1.125 on application papers in compliance with 
§§ 1.52(a) and (b). The Office, however, does not propose 
to require a surcharge for the failure to comply with these 
standardizations on filing. 

Additional standardizations to the rules of practice con- 
cerning drawings requirements are also being proposed. Cur- 
rently, § 1.84(f) permits paper sizes of 21.6 cm. by 35.6 cm. 
(8 1/2 by 14 inches), 21.6 cm. by 33.1 cm. (8 1/2 by 13 inches), 
21.6 cm. by 27.9 cm. (8 1/2 by 11 inches), and 21.0 cm. by 
29.7 cm. (DIN size A4). Section 1.84(f), as proposed, would 
permit paper sizes of only 21.0 cm. by 29.7 cm. (DIN size A4) 
or 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). The use of these 
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aper sizes, which correspond to the paper sizes required under 
§ 1.52(b), as proposed, would not impact the current Automated 
Patent System (APS) database, and would permit a fully auto- 
matic scanning operation due to their similar size. To electroni- 
cally store, display, and print drawings paper sheet sizes up to 
21.6 cm. by 35.6 cm. (8 1/2 by 14 inches) would require 
modifications of the APS system hardware, software, displays, 
and printers. In addition, the digital image scanning of drawing 
paper sheet sizes up to 21.6 cm. by 35.6 cm. (8 1/2 by 14 
inches) would require a semi-automatic scanning operation, 
thus increasing scanning costs significantly. Therefore, § 
1.84(f), as proposed, would permit paper sheet sizes of only 
21.0 cm. by 29.7 cm. (DIN size A4) or 21.6 cm. by 27.9 cm. 
(8 i/2 by 11 inches), with a top margin of at least 2.5 cm. (1 
inch), a left side margin of at least 2.5 cm. (1 inch), a right 
side margin of at least 1.5 cm. (9/16 inch), and a bottom margin 
of at least 1.0 cm. (3/8 inch), thereby leaving a sight no greater 
than 17.0 cm. by 26.2 on 21.0 cm. by 29.7 cm. (DIN size A4) 
sheets, and a sight no greater than 17.6 cm. by 24.4 cm. (6 15/ 
16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) 
sheets (PCT Rule 11.6(c)). As PCT Rule 11.6(d) provides that 
the margin requirements apply to 21.0 cm. by 29.7 cm. (DIN 
size A4) sheets such that a copy of the drawings sheet on a 
21.0 cm. by 29.7 cm. (DIN size A4) sheet leaves the required 
margin, the requirement for drawing sheet sizes of only 21.6 
cm. by 279 cm. (8 1/2 by 11 inches) or 21.0 cm. by 29.7 cm. 
(DIN size A4) is not a substantive drawing limitation in excess 
of PCT Rule 11. 

Currently, formal drawings are not required until an applica- 
tion has been allowed. As a drawing figure will be included 
in the Gazette Entry in the Gazette of Patent Application 
Notices, as well as the Patent Application Notice, drawings of 
sufficient quality for digital image scanning into an electronic 
data base will be necessary for the initial processing of the 
application. In instances in which an application is filed with 
drawings of such poor quality as to preclude their digital image 
scanning into the electronic data base, it will be necessary to 
set a time period, non-extendable under § 1.136(a), in which 
to file drawings of sufficient clarity, contrast, and quality and 
in the proper size and format for electronic reproduction by 
digital imaging. 

Currently, a complete application under § 1.51(a) does not 
require an abstract on a separate sheet, claims on a separate 
sheet, application papers typed on but one side of the paper, 
or application papers or drawings of sufficient clarity, contrast, 
or quality or in the proper size or format for electronic reproduc- 
tion, and, as such, an application may be filed under § 1.60 
from a prior application not in a format necessary for the 
image and/or OCR scanning of the application materials into 
an electronic data base. Therefore, an amendment to § 1.60(d) 
is necessary to assure the prompt filing of application papers 
including an abstract and claims on a separate sheet, application 
papers typed on but one side of the paper, and application 
papers and drawings of sufficient clarity, contrast, and quality 
and in the proper size and format for electronic reproduction. 

Currently, the filing of the copy of the specification from 
the prior application, or a new specification, in an application 
filed under § 1.62 is considered improper. As applications filed 
prior to January 1, 1996, will not have been image- or OCR- 
scanned into the electronic data base, the technical contents of 
an application filed under § 1.62 in which the prior application 
was itself filed prior to January 1, 1996, will not be contained 
in the electronic data base. For applications under § 1.62 which 
do not add additional disclosure, i.e., continuation or divisional 
applications, the Office will obtain the microfiche copy of the 
prior application and image or OCR scan it into the electronic 
data base. For applications under § 1.62 which add additional 
disclosure, i.e., continuation-in-part applications, a substitute 
specification and drawings will be necessary for image or OCR 
scanning into the electronic data base. Therefore, an amendment 
has been proposed to § 1.62 to provide that, where the applica- 
tion is a continuation-in-part application, a substitute specifica- 
tion in compliance with § 1.125 and drawings will be required. 

Section 1.62 currently provides that no copy of the prior 
application or new specification is required, and further pro- 
vides that the filing of such a copy or specification will be 
re and a petition is necessary to obtain the 
date of deposit of the request for an application under § 1.62 
as the filing date. Section 1.62, as proposed, would provide 
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that the failure to provide any required substitute specification 
would not affect the filing date of the application, but a time 
period, non-extendable under § 1.136(a), would be set for its 
filing. Section 1.62, as proposed, would further provide that 
any new specification filed in an application under § 1.62 would 
not be considered part of the original application papers, but 
would be treated as a substitute specification under § 1.125. 
Any request to treat a new specification filed in an application 
under § 1.62 as part of the original application papers may be 
by way of petition under § 1.182. 

Finally, amendments to §§ 1.77, 1.154, and 1.163 have been 
proposed to provide a standard arrangement for utility, design, 
and plant applications, respectively. This standard arrangement 
will include, inter alia, a Fee Transmittal form for utility, 
design, and plant applications, a Utility Patent Application 
Transmittal form, a Design Patent Application Transmittal 
form, a Plant Patent Application Transmittal form, and a Plant 
Color Coding Sheet for plant applications. Standardized ver- 
sions of the Fee Transmittal form, Utility Patent Application 
Transmittal form, Design Patent Application Transmittal form, 
Plant Patent Application Transmittal form, Plant Color Coding 
Sheet, as well as a standard Declaration form and Plant Patent 
Application Declaration form, are included as an Appendix A 
to this notice of proposed rulemaking. 


3. Assuming that the entire application is not published, what 
information concerning the application should be publishedin 
the Gazette of Patent Application Notices? 


Summary: A slight majority of the comments indicated that 
the printed publication should include the entire application, 
or at least the claims, each independent claim, or a claim of 
each statutory class in the application. The remaining comments 
that did not oppose pre-grant publication indicated that any 
Patent Application Notice should contain information similar 
to what is published in the Official Gazette or sufficient infor- 
mation to determine whether further investigation was war- 
ranted. Those comments that opposed any pre-grant publication 
opposed publication of any information other than the appli- 
cant’s name, address and a “non-enabling” abstract of the inven- 
tion. 

Response: The Technical Contents Publication will include a 
copy of the Patent Application Notice, and the specification, 
abstract, claims and drawings of the application-as-filed. The 
Technical Contents Publication will be available for public 
review through video display terminals in the Public Search 
Room and through CD-ROM collections of facsimile images 
of Patent Application Notices and Technical Contents Publica- 
tions in the Patent and Trademark Depository Libraries. Copies 
of the Patent Application Notices and Technical Contents Publi- 
cations will also be available for purchase under the conditions 
that paper copies of patents are currently available for purchase. 
When budgetary and process constraints permit, text searching 
of the Patent Application Notices and Technical Contents Publi- 
cations will be implemented. 

H.R. 1733, if enacted, would not provide any appropriations 
to cover the costs of early publication, but would provide that 
these costs are to be recovered by adjusting the filing, issue 
and maintenance fees, by charging a separate publication fee, 
or by any combination of these methods, i.e., that the patent 
applicant is to bear the costs of publication. A number of 
comments have criticized this method of allocating the publica- 
tion costs as pre-grant publication provides no benefit to the 
patent applicant. The Office was required to balance the 
requests for a printed publication conveying the greatest amount 
of application information with those comments opposing addi- 
tional publication costs. To provide the maximum amount of 
application information at the lowest cost to applicant, the 
specification, abstract, claims and drawings of the application- 
as-filed will be available for public review in the Technical 
Contents Publication. 

4. Should the patent applicant receive a copy of the published 
application — either published notice and/or application content 
at time of publication? 


Summary: A majority of the comments indicated that the 
applicant should receive a copy of the Patent Application 
Notice. 

Response: The Office proposes to provide for the delivery of 
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the Patent Application Notice similar to the current delivery 
of patents. 


5. Should the PTO permit an accelerated examination? If so, 
under what conditions? 


Summary: A majority of the comments favored permitting 
accelerated examination. A number of comments indicated that 
accelerated examination should be provided for applicants who 
either: (1) meet the current conditions for accelerated examina- 
tion; or (2) pay a relatively high fee, i.e., that the Office should 
add the payment of a high accelerated examination fee to the 
current conditions for providing an accelerated examination. 
A number of comments, however, indicated that adding the 
payment of a high accelerated examination fee to those condi- 
tions for providing an accelerated examination would benefit 
large companies at the expense of small entities. 

Response: The Office will provide accelerated examination 
only under the current conditions set forth in § 1.102, as 
described in MPEP 708.02. Accelerated examination is cur- 
rently provided depending upon the subject matter of the inven- 
tion, medical condition of the applicant, business 
circumstances, or the willingness of the applicant to participate 
in a special accelerated examination procedure. Increasing the 
number of applications receiving accelerated examinations 
could diminish the availability or speed of accelerated examina- 
tion to an individual applicant because there will be more 
applications receiving an accelerated examination. It would 
further delay the examination of applications not provided with 
accelerated examination. Adding a condition for providing 
accelerated examination which bears no relationship to the 
merits of the application or circumstances of the applicant, i.e., 
for the mere payment of a fee, is not considered appropriate: 
Therefore, the Office does not propose to change the conditions 
under which the examination of an application will be acceler- 
ated. 

The Office, however, will continue to make special an appli- 
cation under the conditions currently set forth in MPEP 708.02 
(VII), special examining procedures for certain new applica- 
tions - accelerated examination. MPEP 708.02 (VII) provides 
that a new application may be granted special status provided 
that the applicant: (1) submits a written petition to make special 
accompanied by the fee set forth in § 1.17(i); (2) presents all 
claims directed to a single invention, or if the Office determines 
that all the claims presented are not obviously directed to a 
single invention, will make an election without traverse as a 
prerequisite to the grant of special status; (3) submits a statement 
that a pre-examination search was made; (4) submits one copy 
each of the references deemed most closely reiated to the subject 
matter encompassed by the claims; (5) submits a detailed dis- 
cussion of the references pointing out with the particularity 
required by § 1.111(b) and (c) how the claimed subject matter 
is distinguishable over the references; and (6) submits any 
affidavit or declaration under § 1.131 that is necessary to over- 
come the references before the application is taken up for action, 
but in no event later than one month after request for special 
status. An application granted special. status under MPEP 
708.02 (VII) will be taken up by the examiner before all other 
categories of applications except those clearly in condition for 
allowance and those with set time limits, such as examiner’s 
answers, etc., and will be given a complete first action which 
will include all essential matters of merit as to all claims. 


6. Since the cost for publishing applications must be recovered 
from fees, how should the cost of publication be allocated 
among the various fees, including the possibility of charging 
a separate publication fee? 


Summary: The overwhelming majority of comments opposed 
a separate publication fee. Most comments indicated that the 
costs of publication should be spread over the existing fees, 
with the remaining comments indicating that these costs should 
be absorbed by those accessing the published applications or 
the Office. 

Response: H.R. 1733, if enacted, would not provide appropria- 

tions for the Office to absorb the publication cost, but provides 
that the “Commissioner shall recover the costs of early publica- 
tion ... by adjusting the filing, issue, and maintenance fees, by 
charging a separate publication fee, or by any combination of 
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these methods.” Notwithstanding that H.R. 1733, if enacted, 
would not authorize the Office to recover the costs of publica- 
tion through those seeking access to the published application, 
the demand for publication products, e.g., Patent Application 
Notices and Technical Contents Publications, would not be 
consistent, and it would not be possible to project the demand 
for publication products with the degree of precision necessary 
to recover a substantial portion of the publication costs through 
the inclusion of such costs in the fees charged for the publication 
products. In addition, the Office will supply, inter alia, CD- 
ROM collections of facsimile images of the Patent Application 
Notices and Technical Contents Publications under the condi- 
tion that CD-ROM collections of patent images are currently 
supplied. As the Office has no authority to control the further 
duplication of such images, it would not be practicable to 
attempt to recover publication costs through increases in the 
fees charged for publication products, since those persons 
desiring copies of Patent Application Notices or Technical 
Contents Publications would simply obtain them from the orig- 
inal purchasers of the CD-ROM collections, who need not 
include any publication costs in their prices. Therefore, the 
Office s to adjust the filing, issue, and maintenance 
fees to recover the costs of publication. 

In a Notice of Proposed Rulemaking published in the Federal 
Register at 60 FR 27934 (May 26, 1995) and in the Patent and 
Trademark Office Official Gazette at 1174 Off. Gaz. Pat Office 
134-50 (May 30, 1995), a number of changes to the rules of 
practice to, inter alia, adjust patent and trademark fees to reflect 
the fluctuations in the Consumer Price Index (CPI) pursuant 
to 35 U.S.C. 41(f) were proposed (Patent and Trademark Fee 
Notice of Proposed Rulemaking). The proposed patent and 
trademark fee adjustments, if adopted in final rules, would take 
effect on October 2, 1995 (October 1, 1995 being a Sunday), 
prior to the effective date of the fee increase in this notice of 
proposed rulemaking to recover the costs of publication. The 
proposed amendments to §§ 1.19(b)(1)(i) and 1.19(b)(1)(ii) are 
repeated in this notice of proposed rulemaking for clarity. The 
Office estimates that it will cost about $9 million to publish 
applications in Fiscal Year 1996. To allocate these costs among 
the filing fees of those applications which the Office anticipates 
will be filed in Fiscal Year 1996, the issue fee for those applica- 
tions for which the Office anticipates payment of an issue fee 
in Fiscal Year 1996, and maintenance fees due at three (3) 
years and six (6) months, seven (7) years and six (6) months, 
and eleven (11) years and six (6) months for those patents 
for which the Office anticipates payment of the respective 
maintenance fees in Fiscal Year 1996, a further increase in the 
filing fee for an original nonprovisional (35 U.S.C. 111(a)) or 
reissue application to $780 ($390 for a small entity) and a plant 
application to $540 ($270 for a small entity), issue fee for an 
original or reissue application to $1280 ($640 for a small entity) 
and a plant application to $660 ($330 for a small entity), mainte- 
nance fee due at three (3) years and six (6) months to $1020 
($510 for a smail entity), maintenance fee due at seven (7) 
years and six (6) dono to $2020 ($1010 for a small entity), 
and maintenance fee due at eleven (11) years and six (6) months 
to $3020 ($1510 for a small entity) is necessary to recover the 
costs of publication in Fiscal Year 1996. A comparison of 
existing fee amounts, fee amounts proposed in the Patent and 
Trademark Fee Notice of Rulemaking, and fee 
amounts proposed in this notice of proposed rulemaking is 
inciuded as an Appendix B to this notice of proposed rulem- 

g- 


7. Should the PTO require an affirmative communication from 
a patent applicant indicating that the applicant does not wish 
the application to be published, or should failure to timely 
submit a publication fee be taken as instruction not to publish 
the application? That is, should an application be published 
unless the applicant affirmatively indicates that the application 
is not to be published, sgutten of whether a publication fee 
has been submitted? 


What latitude should the PTO permit for late submission of 
a publication fee? 


Summary: An overwhelming majority of the comments 
(except for those who opposed any pre-grant publication) 
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favored a requirement that an applicant affirmatively communi- 
cate that an application is being expressly abandoned to avoid 
publication of the application at 18 months. 

: The Office does not process applications as aban- 
doned until seven (7) months after the mailing date of an Office 
action to allow for extensions of time under § 1.136(a) and 
mailing delays. Where no response to an Office action setting 
a shortened statutory period for response of three (3) months 
mailed at 13 months after filing in an application is received, 
the application becomes abandoned by operation of 35 U.S.C. 
133 at 16 months after filing, but is not recognized or processed 
by the Office as an abandoned application until 20 months 
after filing, and thus would be published in regular course 
at 18 months. Therefore, an applicant intending to permit an 
application to become abandoned for failure to respond to an 
Office action mailed within seven (7) months of the projected 
publication date must take affirmative action to avoid publica- 
tion of the application. 


The Office intends to indicate the projected date of publica- 
tion on the filing receipt. Any m who wants to avoid 
publication of the application at 18 months must submit a letter 
of express abandonment in sufficient time to permit the Office 
to act on the letter. Likewise, any person who considers the 
projected date of publication on the filing receipt to be incorrect 
must submit a request to correct the projected date of publication 
in sufficient time to permit the Office to act on the request. 

Currently, the Office considers two (2) months to be the 
minimum time necessary to avoid publication of an application. 
Therefore, any letter of express abandonment or request to 
withdraw the application from publication submitted less than 
two (2) months from the projected date of publication will not 
be considered effective to avoid publication of the application 
at the projected date of publication. The Office also intends to 
indicate on the filing receipt the date by which an application 
must be expressly abandoned to avoid its publication. 


8. The delayed filing of either a claim for priority under 35 
U.S.C. 119 or 120 may result in the delayed publication of the 
application. Should priority or benefit be lost if not made within 
a reasonable time after filing? What latitude should the PTO 
permit for late claiming of priority or benefit? 


Summary: A large majority of the comments indicated that 
claims for priority under 35 U.S.C. 119 and 120 should be lost 
if not timely filed. A number of comments also indicated that 
there should be provisions for the acceptance of late claims 
for priority. 

sponse: The submission of a claim for priority under 35 
USC. 119 or 120 later than four (4) months prior to the 
publication date appropriate for an application claiming that 
priority date will result in delays in the publication of the 
application and will interfere with the publication process. 
Therefore, the Office proposes to change the rules of practice 
to provide that claims for priority under 35 U.S.C. 119 or 120 
must be made within two (2) months of filing, or fourteen (14) 
months from the filing date for which a benefit is desired, 
whichever is later. To avoid a potential loss of patent rights 
to an applicant who inadvertently failed to present a timely 
claim for priority, the Office further proposes to provide for 
the acceptance of late claims for priority submitted during the 
pendency of the application with a surcharge, so long as the 
delay in submitting the claim for priority was unintentional. 


9. Once the patent has issued, should the paper document 
containing information similar to that published in the Gazette 
of Patent Application Notices, i.e., the Patent Application 
Notice, be removed from the search files, and should publication 
information be included on the issued patent? 


Summary: A majority of the comments indicated that the 
Patent Application Notice should not be removed from the 
search files. 

« The Office will not remove the Patent Application 
Notice from the search files upon issuance of the patent. 


10. After publication, should access to the content of the appli- 
cation file be limited to the originally filed application papers? 
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If not, what degree of access should be permitted? Should 
access be limited to the content before publication, or should 
it extend to materials added after publication? 


Summary: A majority of the comments indicated that, upon 
publication, the access to the content of the application file 
should not be limited. 

+ The Office proposes to change the rules of practice 
to provide that, upon publication, access to the entire content 
of the application file would be permitted. To avoid undue 
interference with the examination of the application, however, 
the public access to the application file of a pending published 
application is proposed to be limited to obtaining, upon the 
payment of the fee set forth in § 1.19(b)(2), a copy of the 
application file produced during non-working hours by the 
Office when the application file is made available by the appro- 
— patent — processing organization. The Office 

also proposes to provide, upon the payment of the fee(s) set forth 
in § 1.19(b)(4), as ary a copy of specifically identified 
document(s) contained in a pending published application. 

The Office will provide public access to a database containing 
information concerning the status of a pending published appli- 
cation and the content of the application file similar to that 
contained in the Patent Application Location and Monitoring 
(PALM) system. Using this database, interested members of 
OE ee eee eee 
published application to determine whether obtaining a copy 
of the file wrapper and content of the application or any docu- 
ment(s) in the file wrapper is warranted. In addition, this data- 
Cape eaneie De eee Suptant: ee Seen Se 
document(s) of which a copy is desired, assuming that obtaining 
a copy of the entire file wrapper and content is not considered 
warranted. 

The Office specifically proposes to provide a copy of a 
specifically identified document contained in a pending pub- 
lished application for a fee of $75.00. Each paper in the applica- 
tion file to which a separate paper number is assigned constitutes 
a document in the application. As the cost of obtaining a pending 
published ae from its location in the various patent 

g organizations throughout the Office is 

a _reane t pears portion a of the cost of providing a copy of the file 

wrapper and content of a — published application, the 

fee for providing a copy of the first requested document from 

a —s published application must recover the cost of 

the application. The Office, however, will provide 

copies of additional documents from the same application in 
the same request for a fee of $25.00 per document. 


11. After publication, should assi t records of a published- 
application also be made accessible to the public? 


Summary: An overwhelming majority of the comments indi- 
cated that, upon publication, the assignment records of an appli- 
cation should be accessible to the public. 

: The Office proposes to change the rules of practice 
to provide that, upon publication, the assi t records of 
the application would be available by both ication and 
Patent Application Notice (PAN) number and open to public 
inspection through the existing Patent Assignment Search 
System. + eh atte ae meeting meg 
indicate on the assignment cover sheet whether they want 
assignment information to be printed on the Patent Application 
Notice. The Office, however, does not propose to require that 
any assignment information be printed on the Patent oy vo 
tion Notice. 


12. After publication, should access include the deposit ofbio- 
logical materials as set forth in § 1.802 et seq.? 


Summary: A majority of the comments indicated that, upon 
publication, any deposit of biological materials should be acces- 
sible to the public. A number of comments, however, indicated 
that such access should be limited in the manner similar to that 


Response: Section 150%) curently provies tat he appl 
cant need not provide any necessary deposit of biological mate- 
Sials until three (3) moachs from the thailing of the Notice. of 
Allowance and Issue Fee Due. The deposit of biological mate- 
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rials on filing of an application are often required by foreign 
laws. Applicants may not be able to claim priority under these 
laws based upon an earlier United States application filed 
without any necessary deposit of biological materials. The laws 
and rules of practice of the United States, however, do not 
require an applicant to make any deposit of biological materials 
until the application is allowed. See, In re Lundak, 723 F.2d 
1216, 227 USPQ 90 (Fed. Cir. 1985). Accordingly, the Office 
proposes to change the rules of practice to provide that, upon 
publication, any deposit of biological materials that has been 
made would be available after deposit under the same conditions 
that such deposit of biological material would be available for 
an issued patent. 


13. What types of problems will be encountered if all amend- 
ments must be made by (a) substitute and claims, 
(b) substitute pages, or (c) replacement of the entire application? 


Summary: A majority of the comments indicated that, if the 
tules of practice regarding the submission of amendments were 
changed, a requirement for substitute paragraphs and claims, 
or substitute pages would be acceptable. 

Response: The Office currently considers changes in the proce- 
dures for entering amendments into applications to be unneces- 
sary to the current planning approach to implementation of 18- 
month publication, and, as such, no change to the rules of 
practice to require substitute hs and claims, substitute 


pages, or replacement of the entire application is being pro- 
posed. 


14. Should protest procedures be modified to permit the third- 
party submission of prior art only prior to a specific period 
after publication of the application? What action should be 
taken with respect to untimely submissions by a third party? 


Summary: A majority of comments indicated that third party 
submissions of prior art patents and publications should be 
permitted for a limited period upon publication, but the over- 
whelming majority of comments opposed any pre-grant opposi- 
tion procedure. 
: The Office does not intend to institute any proce- 

dures that would amount to pre-grant opposition. H.R. 1732 
was also introduced in the House of Representatives on May 
25, 1995, and, if enacted, will expand reexamination, i.e., post- 
are opposition, proceedings to provide a third party requester 

a rights, including the right to appeal 
pe mr avorable to patentability to the Board of Patent 
Appeals and Interferences and to the courts. In view of the 
Opposition to pre-grant third party participation, i.e., support 
for the continued ex parte examination of pending applications, 
the Office proposes to change the rules of practice to limit the 
period for filing protests and petitions for the institution of 
public use proceedings. 


The Office proposes to change the rules of practice con- 
cerning protests to provide that a submission by a third party in 
a pending application would be considered if: (1) it is submitted 
within two months of the date the application was published 
or prior to the mailing of a notice of allowance under § 1.311, 
whichever occurs first; (2) the submission has been served on 
the applicant in accordance with § 1.248 if filed after the date 
the application was published, and the submission indicates 
such service; (3) the submission is accompanied by a $220 fee 
if submitted after publication of the application; and (4) the 
application is still pending when the submission and application 
file is brought before the examiner. 

The $220 fee for a protest submitted after publication of the 
a ne eth tne Me ee Any party submitting a 
protest after publication has benefitted by the publication of 
the application. The third party should not obtain this benefit 
solely at the expense of the patent applicant, but should obtain 
this benefit retoge upon payment of a fee. In addition, it is 
expected that any protest submitted after publication of the 

will be considered late in the prosecution of the 


applicant and the Office. Therefore, the requirement for the 
aS ae ae 
of the belated consideration of any such submission and dis- 
courage the submission of protests having questionable merit. 
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Third parties may continue to submit information concerning 
prior public use of the invention in accordance with § 1292 

Currently, § 1.292 does not set forth a time period within 
which a _—s for the institution of public use proceedings 
must be filed. The Office to further amend § 1.292 to 
provide that the public use petition will be entered if submitted 
within two months of the publication date of the application 
or prior to the mailing of a notice of allowance under § 1.311, 
whichever occurs first. 

The proposed changes to §§ 1.291 and 1.292 are intended 
to limit any right of third parties to have information entered 
and considered in a pending application. They do not vest the 
applicant with any right to prevent the Office from sua sponte 
making such information of record in the application or relying 
upon such information in subsequent gs in the appli- 


proceedin 
cation, i.e., they do not limit the authority of the Office to re- 


open the prosecution of an application to consider any informa- 
tion deemed relevant to the patentability of any claim. 

A number of miscellaneous comments concerning the 18- 
month publication of patent applications were also received. 


Comment 1: A number of comments opposed any pre-grant 
publication of pending applications as an improper limiting of 
the right of a patent applicant to maintain trade secrets, or 
argued that any pre-grant publication should not occur prior 
to 24 or 60 months from the earliest filing date. 

: H.R. 1733, if enacted, would require the Commis- 
sioner to publish pending applications at 18 months. The pro- 
posed changes to the rules of practice concern the 
implementation of an 18-month publication system mandated 
by statute, not the advisability of an 18-month publication 
system. If legislation containing provisions for the publication 
of pending applications is enacted, it is not expected that the 
Office would have the discretion to determine whether or when 
pending applications are to be published. That is, it is expected 
that any legislation containing provisions for the publication 
of pending applications will mandate whether and when appli- 
cations are to be published. 

Comment 2: A number of comments indicated that the publica- 
tion of pending applications should be joined with provisional 


rights. 
Response: H.R. 1733, as proposed, provides for provisional 
rights. This issue, however, was not treated in the 18-Month 


Publication Notice or this notice of proposed rulemaking since 
it does not affect the way business is conducted with or within 
the Office. 

Comment 3: One comment indicated that the requirement 
under 35 U.S.C. 112, first paragraph, for a disclosure of a best 
mode should be eliminated in view of 18-month publication. 
Response: The requirement in 35 U.S.C. 112, first paragraph, 
for a disclosure of a best mode is a statutory, not regulatory, 
requirement. Therefore, the Office has no authority to eliminate 
or limit this requirement of the patent statutes. 

Comment 4: One comment indicated that any publication of 
patent applications should address the situation in which: (1) 
an applicant files a continuing application prior to receiving a 
patent, and then maintains the pendency of continuing applica- 
tion(s), which are maintained in confidence, to obtain claims 
of various scope; (2) a second party invests resources in devel- 
oping a product which does not infringe the claims of the patent, 
but which the applicant could draft claims in the continuing 
application(s) to cover; and (3) the applicant then permits a 
continuing application having claims which covers the second 

"s product to issue, thus checkmating the second party. 

: H.R. 1733, if enacted, would provide that applica- 
tions shall be published “as soon as possible after the expiry 
of a period of 18 months from the earliest filing date for which 
a benefit is sought.” Any continuing application which claims 
priority from any prior application would be published either 
18 months after the filing date of the earliest filed prior applica- 
tion or as soon as possible after filing of the continuing applica- 
tion, and thus would not be maintained in confidence. 
Comment 5: One comment indicated that applicants should 
obtain the defensive benefit of their filing date in a published 
application regardless of whether the application issues as a 
patent, mang 4 statute or rule. 

R. 1733, if enacted, would provide that a pub- 
lished vote a le is prior art under 35 U.S.C. 102(€) as of its 
filing date. As prior art is defined by statute, i.e., 35 U.S.C. 
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102, the Office has no authority to promulgate regulations 
defining what does or does not constitute prior art. 
Comment 6: One comment indicated that any rulemaking 
should be postponed until there is pending legislation, and it 
is clear as to what form 18-month publication will take. 
Response: As legislation has been introduced, it is now appro- 
priate to initiate the rulemaking process, the form that 18-month 
publication will likely take is known. As such, in light of 
the changes that would be necessitated by this legislation, the 
requirement for a rapid implementation, if enacted, and a desire 
on the part of the Office to receive public input prior to initiating 
the rulemaking process. If H.R. 1733 is amended during the 
legislative process, the final rules will sores Ae with this ser 
tion as enacted. If H.R. 1733 is not enacted, the proposed rules 
rete ce would a publication of patent applications would 
withdra 
Comment ‘A ‘One comment indicated that it is unclear as to 
whether, when a restriction requirement is applied, each appli- 
cation will require a separate publication fee. 
Response: No separate publication fee has been proposed. In 
accordance with current practice, each application would 
require separate filing, issue, and maintenance fees, which fees 
will be increased to recover the costs of publication. 
Comment 8: Several comments indicated that the Office should 
not impose access fees for either copying the paper application 
files, or searching and ae oes a published application from 
any electronic data base. 
Response: As discussed supra, the Office intends to provide 
free public access to images of the Patent Application Notices 
and Technical Contents Publications through video display ter- 
minals in the Public Search Room and through CD-ROM collec- 
tions of facsimile images of Patent Application Notices and 
Technical Contents Publications in the Patent and Trademark 
Depository Libraries. Copies of the Patent Application Notices, 
Technical Contents Publications, or copies of the file wrapper 
and contents of the application will be available for a fee. The 
costs of publication have been allocated primarily to those 
applicants whose applications are being published. Since publi- 
cation primarily benefits those seeking access to the published 
applications, it is reasonable to require such persons to pay a 
fee for making copies of the Patent Application Notices and 
Technical Contents Publications, or obtaining a copy of the 
file wrapper and application contents of a published application 
from the Office. 
Comment 9: One comment indicated that the publication of 
applications may result in instances in which third parties will 
submit information to the applicant directly, rather than to the 
Office. In instances in which the applicant was previously aware 
of the information, but did not consider it material, the applicant 
cannot submit the information to the Office in that application 
(if after final or allowance), but will be charged with a § 1.56 
violation if they do not file a continuation application to have 
it considered. Thus, § 1.56 should be amended such that an 
applicant in this situation no longer has a duty to submit infor- 
mation to the Office. 

Section 1.56 expressly provides that there is no duty 
to submit information which is not material to the patentability 
of any existing claim. Since the applicant previously determined 
that the information was not material, the fact that a third party 
has provided this previously known material to the applicant 
has no effect on the applicant’s compliance with § 1.56. Second, 
since the applicant was previously aware of this information, 
the applicant is under a duty to bring such information to the 
attention of the Office if it is material, regardless of the actions 
of any third party, and the applicant is not under a duty to 
bring such information to the attention of the Office if it is not 
material, again regardless of the actions of any third party. In 
either instance, the third party’s actions have no bearing on 
whether the applicant is in compliance with § 1.56. Therefore, 
no change to § 1.56 is being proposed. 

Comment 10: One comment indicated that $1 .56 should be 
modified or abolished. Where information is brought to the 
attention of the applicant after allowance, the applicant should 
be considered to have met his or her duty of disclosure under 
§ 1.56 if the applicant simply chooses to permit the patent to 
issue, as the public can take care of itself through reexamination 
or whatever Fo ae proceedings are instituted. 

As indicated supra, no change to § 1.56 is being 
proposed. ‘In addition, the Office is proposing to limit third 
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party protest procedures, and is not proposing to develop any 

‘es amounting to pre-grant opposition. Since the Office 
is continuing the ex parte examination of applications, the 
proposed modification or abolition of § 1.56 is not considered 


appropriate. 

Comment 11: One comment indicated that an applicant should 
be allowed to request early publication. 

Response: Section 1.306(d) is being proposed to provide for 
petitions requesting early publication. 

Comment 12: One comment indicated that the Office should 
require that the text of all applications be filed in digital form, 
and the publication of applications should be purely digital, 
ie., that Office should not print any publication. 

Response: 35 U.S.C. 22 provides that “[t]he Commissioner 
may require papers filed in the Patent and Trademark Office 
to be printed or typewritten.” Therefore, the Office does not 
currently have the authority to require that application papers 
be submitted in digital form. The Office is considering the 
legislative and regulatory changes that would be necessary to 
permit purely digital filing of application papers; however, 
requiring all applicants to submit application papers in digital 
form at this time would place an unnecessary burden on those 
applicants lacking word-processing resources. In addition, the 
Office received a substantial number of comments requesting 
a printed publication containing more information, as well as 
a number of comments opposing the promulgation of any regu- 
lations concerning a standard application format which were 
in excess of EPO and PCT regulations and not necessary to 
18-month publication. 

Comment 13: One comment indicated that the Office should 
clearly define or eliminate the “formal” pre-examination search 
requirement in MPEP 708.02. 

Response: MPEP 708.02(VIII) provides that an application 
may be granted special status under the condition that, inter 
alia, the applicant: 


Submits a statement that a pre-examination search was made, 
and specifying whether by the inventor, attorney, agent, profes- 
sional searchers, efc., and listing the field of search by class 
and subclass, publication, Chemical Abstracts, foreign patents, 
etc. A search made by a foreign patent office satisfies this 
requirement. 

This definition of a pre-examination search is reasonably 
clear as to what actions are necessary for an applicant to have 
satisfied this requirement of MPEP 708.02(VIII), and the 
requirement for a pre-examination search is basic to the justifi- 
cation for granting special status to an application on that basis. 
No changes to 37 CFR 1.102 are being proposed. 

Comment 14: One comment indicated that the publication of 
applications at 18 months will create a security review problem, 
especially where a nonprovisional, i.e., 35 U.S.C. 111(a), appli- 
cation claiming the benefit of a prior provisional application 
not subject to a secrecy order contains additional material which 
must be reviewed. Therefore, the Office should require that 
any nonprovisional applications claiming the benefit of a prior 
provisional application indicate any additional material by 
underlining and bracketing. 
Response: Provisional applications will increase the number 
of applications requiring security screening. All provisional 
applications will require security screening immediately after 
in the same manner as nonprovisional applications due 
to the licensing provision of 35 U.S.C. 184. Any subsequent 
U.S. patent application claiming the benefit of a prior provi- 
sional application will also require security screening unless it 
is evident on its face that no additional subject matter is con- 
tained in the application beyond that in the provisional applica- 
tion. It would be beneficial for the applicant to provide this 
information to the Office upon filing of the nonprovisional 
application. Thus, the Office is considering suggesting that 
— employ a standard application transmittal letter sim- 
to the transmittal letter for transmitting an interna- 
cite application to the United States Receiving Office (PTO- 
1382). This standard transmittal letter would indicate, inter 
alia: (1) any difference between a provisional application and 
a nonprovisional application claiming the benefit of the provi- 
sional application; (2) the residence of the inventor(s) to avoid 
the unnecessary screening of foreign origin applications; and (3) 
any Government interests in the application, which applications 
should be screened through contract provisions. 
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Comment 15: One comment indicated that the Office should 
automatically place a secrecy order on any nonprovisional 
application in which the prior provisional application was under 
a secrecy order. 

Response: The Office does not have the authority to impose 
a secrecy order without a specific recommendation from a 
defense agency. 35 U.S.C. 181. Additionally, all secrecy orders 
include the provision that any other patent application already 
or hereafter filed in this or any foreign country which contains 
any 2 part of the subject matter of the application 
under secrecy order also falls within the scope of the secrecy 
order and must be brought to the immediate attention of 
Licensing and Review. See § 5.2(d). All papers pertaining to 
such applications must be filed under the provisions of § 5.33, 
ie., to the attention of Licensing and Review. Thus, the appli- 
cant is obligated to maintain proper security of any nonprovi- 
sional application that claims benefit of a prior provisional 
application under a secrecy order. 

Comment 16: One comment expressed concern that the defense 
agencies may not have sufficient time to complete national 
security review of applications made available to them under 
35 U.S.C. 181 prior to publication at 18 months from the earliest 
filing date for which a benefit is sought, and suggested that 
applications not be published until they have been cleared by 
the defense agencies. 

Response: H.R. 1733, if enacted, would provide for with- 
holding an application from publication beyond 18 months 
from the earliest filing date for which a benefit is sought if the 
application is under a secrecy order or abandoned. There is no 
provision for delaying the publication of an application until 
a completion of all reviews under 35 U.S.C. 181. In addition, 
35 U.S.C. 184 authorizes foreign filing of an application without 
the need for a license once the application has been on file for 
at least six (6) months. In view of 35 U.S.C. 184, the defense 
agencies must complete all security reviews within six (6) 
months of filing to prevent public disclosure. Thus, security 
review must be completed within six (6) months of the actual 
U.S. filing date. For those applications due for publication prior 
to six (6) months from the actual filing date, e.g., those claiming 
the benefit of an earlier application filed more than 18 months 
prior and those which a petition for early publication has been 
granted, considerations of national security mandate a limited 
delay in publication. The Office will not pass an application 
for publication that is still under review by a defense agency 
unless it has been on file for at least six (6) months and the 
defense agency has been provided a minimum of three (3) 
months to review the application. 

Comment 17: One comment indicated that the digitized images 
of the application file contents should be available in magnetic 
tape form in the morning of the day of publication. 
Response: Digitized images of the Patent Application Notice 
and Technical Contents Publication will be available in mag- 
netic tape form for a fee to all parties as soon as possible after 
publication similar to the way in which digitized images of 
granted patents are provided, assuming that there is interest in 
such products. 

Comment 18: One comment indicated that it is unclear as to 
whether an examiner can cite the Patent Application Notice, 
and whether the examiner will be required to supply the full 
application specification. 

Res ; When an examiner cites a published application, a 
copy of the Technical Contents Publication will be provided 
with the Office action under the same conditions that a copy 
of the entire patent of any cited patent would currently be 
provided. That is, where an examiner would provide only those 
portions of a patent relied upon, rather than a copy of the entire 
patent due to its size, ie., in instances of jumbo patents, the 
examiner would similarly be expected to provide only those 
portions of a published application relied upon in instances of 
jumbo applications. 

Comment 19: One comment indicated that the entire applica- 
tion as filed should be published, otherwise the abandoned 
published application must be permanently stored in a manner 
that would permit on-site retrieval. 

Response: The Technical Contents Publication of any pub- 
lished application will be electronically available, without any 
necessity for retrieval of the actual application file. Therefore, 
a printed publication of the application-as-filed would not pro- 
vide any information not electronically available. Nevertheless, 
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the actual file of an abandoned application may be readily 
obtained regardless of where it is stored. 
Comment 20: One comment indicated that the 18-Month Publi- 


cation Notice did not set forth the capacity of Patent and Trade- 
mark Depository Libraries (PTDLs) to: (1) collect fees, (2) 
Reponer mea of assistance, and (3) house new publications. 


h PTDL sets its own service standard proce- 
dures. Any customer must directly contact the PTDL to ascer- 
tain its customer service standards and requirements. 
Nevertheless, as the Office proposes to publish only a Patent 
Application Notice, rather than the entire application-as-filed, 
in printed form, and further proposes to provide the Patent 
Application Notices and Technical Contents Publications to 
PTDLs through CD-ROM collections of facsimile images, this 
publication of applications would appear to alleviate, rather 
than exacerbate, any publication storage housing problems. 
Comment 21: One comment indicated that the Office should 
provide a first Office action on the merits in all patent applica- 
tions within 14 months of the actual filing date of the application 
in the United States. 

Response: The ability of the Office to process application 
within any established time frame is entirely dependent upon 
the staff and resources allocated by Congress, the Office of 
Management and Budget (OMB), and the t of Com- 
merce (DoC). In January of 1995, the first Office action was 
mailed within 14 months of the actual filing date of the applica- 
tion in the United States in ninety-two (92) percent of all 
applications in which a first Office action was mailed. Any 
applicant who absolutely needs a first Office action on the 
merits mailed within 14 months of the actual filing date of the 
application should consider a petition to make special using 
the special examining procedure for certain new a am 
set forth in MPEP 708.02(VIII). In addition, any independent 
inventor meeting the requirements set forth in 35 U.S.C. 
122(b)(2) and § ‘ .306(e), as proposed, may wish to consider 
filing the application with a petition under § 1.306(e). 
Comment 22: One comment noted the current procedure of 
permitting applicants to submit trade secret material and later 
expunge the material if it is not necessary to patentability, and 
indicated that new procedures should be implemented in the 
content of pre-grant publication of pending applications. 
Response: The current procedures for the treatment of petitions 
to expunge trade secret, proprietary, or protective order material 
are set forth in MPEP 724.05. Applicants are cautioned, in 
MPEP 724.05, that in instances in which a decision on the 
petition is not made prior to the date on which the application 
issues as a patent, any material in the application file will 
remain open to public inspection, and, as such, petitions to 
expunge must be filed as soon as possible. Under an 18-month 
publication system, any material in the application file on the 
date the application is published would likewise remain open 
to public inspection. However, as petitions to expunge are 
considered under § 1.182, i.e., petitions not otherwise provided 
for, no change to the rules of practice regarding petitions to 
expunge is being proposed. 
Discussion of Specific Rules 
Title 37 of the Code of Federal Regulations, Parts 1, 3 and 5, 
are proposed to be amended as follows: 

seen 1.4(a), as would add Patent Application 
Notices and Technical Contents Publications to those services 
and facilities which correspondence with the Office may com- 


a 1.5(a), as proposed, would provide that any letter 
concerning an application must identify on the top page in a 
conspicuous location, the application number rath # of the 
series code and the serial number) or serial number and filing 
date assigned to that application by the Office, or the interna- 
tional application number of the international application, 
regardless of whether the application is a published application. 
That is, the identification required for a pending or abandoned 
—— would not change due to its status as a published 


aml 1.5(f), as proposed, would provide that a paper con- 
cerning a provisional application must identify the application 
as such and by the application number. 

Section 1.5(g), as proposed, would provide that a paper 
relating to a Patent Application Notice should identify it as 
such and by the Patent Application Notice number. That is, a 
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paper concerning a published application must identify the 
application by application number, not Patent Application 
Notice number; however, a paper concerning the Patent Appli- 
cation Notice per se must identify it by Patent Application 
Notice number. 

Section 1.9(a), as proposed, would define an international 
application in subparagraph (a)(4), rather than in paragraph (b). 

Section 1.9(b), as proposed, would now define a published 
application as an application for patent which has been pub- 
lished pursuant to 35 U.S.C. 122(b). 

A new § 1.9(h), as proposed, would define national security 
classified as specifically authorized under criteria established 
by Act of Congress or Executive Order to be kept secret in 
the interest of national defense or foreign policy and in fact 
properly classified pursuant to Act of Congress or Executive 


Section 1.11, as proposed, would provide that, like an issued 
patent or a statutory invention registration, the specification, 
drawings, and all papers relating to the case in the file of an 
abandoned published application would be open to inspection 
by the public. Section 1.11, as proposed, would further provide 
that a copy of the specification, drawings, and all papers relating 
to the case in the file of any published application, a patent, 
or statutory invention registration may be obtained upon the 
payment of the fee set forth in § 1.19(b)(2). That is, while the 
actual application file of an abandoned published application, 
patent, and statutory invention registration would be available 
for public inspection, the actual application file of a pending 
published application would not be available for public inspec- 
tion, but a copy of the specification, drawings, and all papers 
relating to a pending published application would, upon the 
payment of the fee set forth in § 1.19(b)(2), be provided to 
any member of the public. 

Section 1.12, as proposed, would provide that the assignment 
records relating to published applications are available and 
open to public inspection at the Office, and copies of those 
assi; it records may be obtained upon request and payment 
of the fee. Section 1.12 would further exclude the assignment 
records of published applications from those records that are 
preserved in confidence. Finally, § 1.12, as proposed, would 
revise (c) to read “preserved in confidence under § 
1.14” for consistency with § 1.14. 

Section 1.13, as proposed, would provide that, like an issued 
patent, certified and non-certified copies of Patent Application 
Notices, Technical Contents Publications, and the file wrapper 
and contents of published applications would, upon payment 
of a fee, be furnished to any person. 

Section 1.14, as proposed, would revise the title and para- 
graphs (a) and (e) to read “preserved in confidence” for consis- 
tency with the language in 35 U.S.C. 122. 

Section 1.14(a), as proposed, would provide that published 
applications are excluded from those pending and abandoned 
applications which are maintained in confidence. Section 
1.14(a), as proposed, would further change “the United States 
of America has been indicated as a Designated State in a 
published international application” to “a published interna- 
tional application in which the United States of America has 
been indicated as a Designated State” for clarity, and add “U.S. 
published application” to those documents in which identifica- 
tion of an application by application number or serial number 
and filing date would entitle the public to status information 
concerning the application. Section 1.14(a), as proposed, would 
further provide that reference to an application in a U.S. pub- 
lished application or patent, or identification of an application 
by application number or serial number and filing date in a 
published patent document or a published international applica- 
tion in which the United States of America has been indicated 
as a Designated State would entitle the public to the application 
number, filing date, and status information concerning any 
application claiming the benefit of the identified or referenced 
application. Finally, § 1.14(a), as proposed, would replace the 

“serial number” with “application number or serial 
number and filing date” since the mere reference to a serial 
number without the series code (application number) or filing 
date would not constitute a reference to a specific single applica- 
tion. 

Section 1.14(b), as proposed, would provide that published 
applications, as well as applications that are referred to in 
a published application, are excluded from those abandoned 
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applications which are not open to public inspection. Section 
1.14(b), as proposed, would further provide that applications 
that are referred to in applications open to public inspection 
pursuant to this section and applications which claim the benefit 
of an application open to public inspection pursuant to this 
section are also excluded from those abandoned applications 
which are not open to public inspection. Finally, § 1.14(b), as 
proposed, would further remove applications that have been 
published pursuant to 35 U.S.C. 122(b) from those abandoned 
applications that may be destroyed after 20 years from their 
ing date. 


filing , 

Section 1.16(a), (h) and (g), as proposed, would increase the 
filing fee for an original nonprovisional (35 U.S.C. 111(a)) or 
reissue application to $780 ($390 for small entities), and plant 
application to $540 ($270 for small entities). The filing fee for 
a design application would not be affected by this proposed 
rule change. 

Section 1.17(i), as proposed, would add petitions under § 
1.306(d) for early publication of an application, petitions under 
§ 1.306(e) for deferred publication of an application, and under 
§ 1.701(f) for patent term extension based upon administrative 
delays not specifically provided for to the list of petitions for 
which the fee set forth in § 1.17(i) is required. 

A new § 1.17(t), as proposed, would be added to establish 
the fee for submitting a protest under § 1.291 after publication 
of an application. 

A new § 1.17(u), as proposed, would be added to establish 
the surcharge for accepting a late claim for priority under 35 
U.S.C. 119(a)-(d) or for the benefit of a prior application under 
35 U.S.C. 119(e), 120 or 121 filed during the pendency of the 
application. 

Section 1.18(a) and (c), as proposed, would increase the 
issue fee for an original or reissue application to $1280 ($640 
for small entities), and plant application to $660 ($330 for 
small entities). The issue fee for a design application would 
not be affected by this proposed rule change. 

Section 1.19(a)(1), as proposed, would add Patent Applica- 
tion Notices to the documents that the Office would supply in 
the manner of a patent upon payment of a fee. 

A new § 1.19(a)(4), as proposed, would add Technical Con- 
tents Publications to the documents that the Office would supply 
upon payment of a fee. 

Section 1.19(b)(2), as proposed, would add the file wrapper 
and contents of published applications to the files that the 
Office would supply a copy of upon payment of a fee. 

Current § 1.19(b)(4), as proposed, would be redesignated as 
§ 1.19(b)(5), and would add the assignment records of published 
applications to the assignment records that the Office would 
supply upon payment of a fee. 

A new § 1.19(b)(4), as proposed, would provide the fees for 
a certified or uncertified copy of documents contained in a 
pending application. Section 1.19(b)(4)(i), as proposed, would 
provide that the fee sed yronat Rageam wee dgacd of the 
first document contained in a pending application would be 
$75.00. Section 1.19(b)(4)(ii), as proposed, would provide that 
the fee for a copy of each commonly requested additional 
document contained in such pending application would be 
$25.00. That is, while the fee for the first document contained 
in a pending application would be $75.00, the fee for a copy 
of each addition~1 document contained in the same pending 
application and requested together with the first document 
would be $25.00. Where, however, a person requests a first 
document from a pending published application, and subse- 
quently requests an additional document, the additional docu- 
ment was not commonly requested with the first document, 
and the fee for the additional document would be $75.00. 
Nevertheless, the fee for any further additional document(s) 
commonly requested with the additional document would be 
$25.00 per additional document. 

Section 1.19(c), as proposed, would provide that copies of 

all Technical Contents Publications published annually would 
also be provided to libraries upon payment of the fee for copies 
of all patents issued annually. 
Section 1.20(e)-(g), as proposed, would increase the fee for 
maintaining an original or reissue patent in force beyond four 
years, eight years, and twelve years, respectively, to $1020, 
$2020, and $3020, respectively ($510, $1010, and $1510, 
respectively, for small entities). 
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Section 1.24, as proposed, would add the purchase of copies 
of Patent Application Notices and Technical Contents Publica- 
a - those documents for which the coupons set forth therein 


be used. 
= Section 1.51(a)(1), as proposed, would further provide that 
complete application comprises, inter alia, an abstract. 

le 1.52(a), as proposed, would provide that all papers 
ia ante iouene © SOR at Ges gonnnets eee Ee 
Office must be legibly typed in permanent dark i se 
orientation on flexible, strong, smooth, non-shiny, le and 
white paper. Currently, § 1.52(a) permits such papers to be 
hand-written, and does not limit the color of the ink or paper, 
quality of the paper, or orientation of the typing. Section 1.52(a), 
as proposed, would further provide that the application papers 
must be presented in a form having sufficient clarity and con- 
trast between the paper and the typing thereon to permit elec- 
tronic reproduction by use of digital imaging and optical 
character recognition, as well as the direct reproduction cur- 


rently provided for. Section 1.52(a), as proposed, would further 
provide that substitute typewritten papers “will,” rather than 

“may,” be required if the original application papers are not 
of the required quality. As any substitute typewritten papers 
containing the subject matter of the originally filed application 


papers would constitute a substitute specification, the provis- 
ions of § 1.125 governing the entry of a substitute specification 
would be applicable, and § 1.52(a), as proposed, would include 
a specific reference to § 1.125. 

Section 1.52(b), as proposed, would provide that the claims 
must be set forth on a separate sheet. Section 1.72(b) currently 
provides that the abstract must be set forth on a separate sheet. 
Thus, §§ 1.52(b), as proposed, and 1.72(b) would require that 
the abstract and claims be set forth on a separate sheet. Section 
1.52(b), as proposed, would further provide that the sheets of 
paper must be the same size and either 21.0 cm. by 29.7 cm. 
(DIN size A4) or 21.6 cm. by 27.9 cm (8 1/2 by 11 inches), 
with a > margin of at least 2.0 cm. (3/4 inch), a left side 
margin of at least 2.5 cm. (1 inch), a right side margin of at 
least 2.0 cm. (3/4 inch), and a bottom margin of at least 2.0 
cm. (3/4 inch), and that no holes should be provided in the 
paper sheets. Section 1.52(b) currently provides that papers 
must be written on but one side, but this phrase is proposed 
to be changed to “typed on but one side” to conform to § 
1.52(a) which, as proposed, would no longer permit hand- 
written or hand-printed (“written or printed”) papers. Section 
1.52(b), as proposed, would further provide that the lines 
“must,” rather than “should,” be 1 1/2 or double spaced, and 
that the pages “must,” rather than “should,” be numbered con- 
secutively, starting with page one, with the numbers being 
centrally located above or below the text. Finally, § 1.52(b), 
as proposed, would specifically reference drawings to clarify 
that drawings are part of the application papers, but that the 
standards for drawings are set forth in § 1.84. 

Section 1.52(d), as proposed, would provide that where an 
application is filed in a language other than English, the verified 
English translation of the non-English-language application and 
the fee set forth in § 1.17(k) are required to be filed with the 
p eegente the a anh ad nerd (SA op y the 

and that extensions of time pursuant to § 1.136(a) would 
not be available for submitting the English translation. 

Section 1.53(d)(1), as proposed, would further provide that 
the applicant will be given a time period within which to 
file an abstract and claims on a se sheet, or substitute 
specification in compliance § 1.125 with papers typed on but 
one side of the or new sheets of drawings, each of the 
substitute pe 2 and sheets of drawings of sufficient 
clarity, contrast, and quality, and in a proper size and format 
for electronic reproduction in instances in which the application 
papers did not comply with §§ 1.52(a) and (b), as proposed, 
or the drawings were of such poor quality as to preclude their 
digital image scanning into the electronic data base. Section 
1.53(d)(1), as proposed, would further provide that extensions 
of time pursuant to § 1.136(a) would noi be available for filing 
Oe 8 ee ee ee eee 
specification with papers typed on but one side of the paper 
and sheets of drawings, each of sufficient clarity, contrast, 
SS ee ea ee 


Section 1 .54(b), as as proposed, would provide that the appli- 
cant will be informed of the application number, filing date, 
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and projected publication date on a filing receipt. The phrase 
“application serial number” would be changed to “application 
number” for consistency with § 1.5(a). 

Section 1.55(a), as proposed, would provide that any claim 
to priority under 35 U.S.C. 119(a)-(d) must be stated within 
two months of filing or within fourteen months of the date of 
the prior foreign application, whichever is later, and must iden- 
tify the prior foreign application by specifying its application 
number, country, and day, month and year of its filing. The 
proposed amendment to § 1.55, however, would not affect 
claims to priority under 35 U.S.C. 172, and would not affect 
the time periods set forth in § 1.55(a) for the perfection of any 
claim for priority under 35 U.S.C. 119 (a)-(d), ie., the filing 
of a certified copy of the foreign application. 

Section 1.55(c), as proposed, would provide a ure for 
the acceptance of claim to priority under 35 U.S.C. 119(a)-(d) 
presented after the time period set in § 1.55(a). The procedure 
would require the filing of a petition during the pendency of 
the application requesting acceptance of the delayed claim, the 
surcharge set forth in § 1.17(u), and a statement that the delay 
was unintentional. 

Section 1.55(d), as proposed, would provide that the time 
periods set forth in this section, i.e., two months of filing or 
within fourteen months of the filing date of the prior foreign 
application as set forth in § 1.55(a), and during the pendency 
of the application as set forth in § 1.55(c), cannot be extended. 

Section 1.58(b), as proposed, would be removed and reserved 
as unnecessary in view of the proposed amendments to §§ 
1.52(a) and (b). 

Section 1.58(c), as proposed, would delete the sentence “[i]f 
it is not possible to limit the width of a formula or table to 5 
inches (12.7 cm.), it is permissible to present the formula or 
table with a maximum width of 10 3/4 inches (27.3 cm.) and 
to place it sideways on the sheet” and “[hJand lettering must 
be neat, clean, and have a minimum character height of 0.08 
inch (2.1 mm.)” to conform to the typing and paper size and 
orientation limitations in §§ 1.52(a) and (b), as proposed. Sec- 
tion 1.58(c), as proposed, would further provide metric dimen- 
sions with English equivalents in parentheticals, rather than 
vice versa. 

Section 1.60(d), as proposed, would provide that the appli- 
cant will be given a time period, which is not extendable under 
§ 1.136(a), within which to file an abstract and claims on a 
separate sheet, and a substitute specification in compliance with 
§ 1.125 with papers typed on but one side of the paper and 
sheets of drawings, each of sufficient clarity, contrast, and 
quality and in the proper size and format for electronic reproduc- 
tion where the papers of the prior application did not comply 
with §§ 1.52(a) and (b), as proposed, or the drawings of the 
prior application were of such poor quality as to preclude their 
digital image scanning into the electronic data base. 

Section 1.62(d), as proposed, would provide that the appli- 
cant will be given a time period, which is not extendable under 
§ 1.136(a), within which to file any substitute specification and 
drawings required under § 1.62(e)(2), discussed infra. 

Section 1.62(e), as proposed, would be subdivided into para- 
graphs (e)(1) and (e)(2) for clarity. Section 1.62(e)(1), as pro- 
posed, would contain the first two (2) sentences of § 1.62(e) 
without change. Section 1.62(e)(2), as proposed, would provide 
that a substitute specification and drawings would be required 
when the application being filed under § 1.62 is a continuation- 
in-part application. Section 1.62(e) currently provides that no 
copy of the prior application or new specification is required, 
that the filing of a copy of the prior application or new specifica- 
tion is in fact considered improper, and that a petition with 
instructions to cancel the copy of the prior application or new 
specification is necessary to obtain the date of deposit of the 
request for an application under § 1.62 as the filing date. Section 
1.62(e)(2), as proposed, would provide that any new specifica- 
tion filed will not be considered part of the original application 
papers, but will be treated as a substitute specification in accor- 
dance with § 1.125. 

Section 1.62(f), as proposed, would amend “35 U.S.C. 122” 
to read “35 U.S.C. 122(a)” to reflect the changes in H.R. 1733, 
if enacted, would change “secrecy” to “confidence” as is found 
in § 1.14, as proposed, and would change “37 CFR 1.14” to 
“§ 1.14” for consistency. 
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Section 1.72(b), as proposed, would provide that the abstract 
should be prior to the first page of the specification, rather than 
following the claims, to conform to § 1.77, as proposed. 

Section 1.75, as would include an amendment to 
paragraph (g), and would add two new hs. Section 
1.75(g), as proposed, would add the phrase “the least restrictive 
claim should be presented as claim number 1” to paragraph 
(g) to facilitate the selection of a representative claim. Section 
1.75(h), as proposed, would provide that the claim or claims 
must be set forth on a separate sheet. Section 1.75(i), as pro- 
posed, would provide that where a claim sets forth a plurality 
of elements or steps, each element or step of the claim should 
be separated by a line indentation to facilitate the digital image 
and/or OCR scanning of the claim into the electronic data base. 

Section 1.77, as proposed, would provide that the elements 
of the application, if applicable, should appear in the following 
order: (1) Utility Application Transmittal Form; (2) Fee Trans- 
mittal Form; (3) abstract of the disclosure; (4) title of the 
invention; or an introductory portion stating the name, citizen- 
ship, and residence of the applicant, and the title of the invention 
may be used; (5) cross-reference to related applications; (6) 
statement regarding federally sponsored research or develop- 
ment; (7) reference to a “Microfiche appendix; (8) background 
of the invention; (9), brief summary of the invention; (10) brief 
description of the several views of the drawing; (11), detailed 
description; (12) claim or claims; (13) drawings; (14) executed 
oath or declaration; and (15) sequence listing. The phrase “if 
applicable” is proposed to be inserted in the heading, rather 
than associated with any particular listed element, to clarify 
that § 1.77 does not per se require that an application include 
all of the listed elements, but merely provides that any listed 
element included in the application should appear in the order 
set forth in § 1.77. Section 1.77, as proposed, would further 
provide that the (1) abstract of the disclosure; (2) title of the 
invention; (3) cross-reference to related applications; (4) state- 
ment regarding federally sponsored research or development; 
(5) background of the invention; (6) brief summary of the 
invention; (7) brief description of the several views of the 
drawing; (8) detailed description; (9) claim or claims; and 
(10) sequence listing, should appear in upper case, without 
underlining or bold type, as section headings, and if no text 
follows the section heading, the phrase “Not Applicable” should 
follow the section heading. Finally, § 1.77, as proposed, would 
be amended to change the reference to § 1.96(b) in § 1.77(c)(2), 
§ 1.77(a)(7) as proposed, to § 1.96(c) for consistency with § 
1.96, as proposed. 

Section 1.78(a)(2), as proposed, would provide that any claim 
to the benefit of any prior filed copending nonprovisional appli- 
cation or international application designating the United States 
of America must be stated within two months of filing or 
fourteen months from the filing date of the prior application, 
whichever is later, and must include an identification of the 
prior application by application number. 

Section 1.78(a)(3), as proposed, would delete the sentence 
“[s]ince a provisional application can be pending for no more 
than twelve months, the last day of pendency may occur on a 
Saturday, Sunday, or Federal holiday within the District of 
Columbia which for copendency would require the nonprovi- 
sional application to be filed prior to the Saturday, Sunday, or 
Federal holiday.” In view of the proposed amendment in H.R. 
1733 to 35 U.S.C. 119(e), the provisions of § 1.7 would be 
applicable to a nonprovisional application claiming the benefit 
of a prior provisional application. 

Section 1.78(a)(4), as proposed, would provide that any claim 
to the benefit of any prior filed copending provisional applica- 
tion must be stated within two months of filing or within 
fourteen months of the filing date of the prior application, 
whichever is later, and must include an identification of the 
prior application by application number. 

Section 1.78(a)(S), as proposed, would provide a procedure 
for the ce of a delayed claim to priority under 35 
U.S.C. 119(e), 120 or 121. The procedure would require the 
filing of a petition during the pendency of the application 
requesting acceptance of the delayed claim, the surcharge set 
forth in § 1.17(u), and a statement that the delay was uninten- 
tional. 

Section 1.78(a)(6), as proposed, would provide that the time 
periods set forth in this h, i.e., two months of filing 
or within fourteen months of the filing date of the prior applica- 
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tion as set forth in §§ 1.78(a)(2) and (a)(4), and during the 
pendency of the application as set forth in § 1.78(a)(5), cannot 
be extended. 

Section 1.78(c), as proposed, would change “two or more 
applications or an application and a patent” to “an application 
or a patent under reexamination and an application or a patent” 
such that the provisions of § 1.78(c) will also be applicable to 
a patent under reexamination. Section 1.78(c), as proposed, 
would further correct “inventors and owned by the same party 
contain conflicting claims” to read “inventors are owned by 
the same and contain conflicting claims.” 

Section 1.78(d), as proposed, would change “obviousness- 
type double patenting rejection” to “non-statutory double pat- 
enting rejection” as current examining procedures authorize 
non- obviousness-type double patenting rejections, as well as 
obviousness-type double patenting rejections (MPEP 804(II)), 
and either may be obviated by filing a terminal disclaimer in 
accordance with § 1.321(b). Section 1.78(d), as proposed, 
would further change each instance of “application” to “applica- 
tion or a patent under reexamination” for consistency with 
§ 1.321(b) and to clarify that double patenting is a proper 
consideration in reexamination (Ex parte Obiaya, 227 USPQ 
58, 60-61 (Bd. Pat. App. & Inter. 1985)), and that a non- 
statutory double patenting rejection in a patent under reexami- 
nation may be obviated by filing a terminal disclaimer in accor- 
dance with § 1.321(b). 

Section 1.84(c), as proposed, would provide that a reference 
to the application number, or, if an application number has not 
been assigned, the inventor’s name, may be included in the 
left-hand corner of the drawing sheet, provided that reference 
appears within 1.5 cm. (9/16 inch) from the top of the sheet. 
As the back side of a drawing sheet will not be scanned into the 
electronic data base, an applicant can include other identifying 
indicia on the back side the drawing sheet. 

Section 1.84(f), as proposed, would provide that the size of 
all drawing sheets in an application must be either 21.0 cm. 
by 29.7 cm. (DIN size A4) or 21.6 cm. by 27.9 cm. (8 1/2 by 11 
inches) to conform to the requirement in § 1.52(b) concerning 
papers in an application. 

Section 1.84(g), as proposed, would be amended to delete 
the margin requirements for the sheet sizes that would no longer 
be acceptable if the proposed change to § 1.84(f) were adopted. 
Section 1.84(g), as proposed, would be further amended to 
provide that, to facilitate digital image scanning of the drawing 
sheets, the sheets should have scan targets (cross-hairs) on two 
cater-corner margin corners. Finally, § 1.84(g), as proposed, 
would increase the bottom and side margins such that each 
sheet must include a top margin of at least 2.5 cm. (1 inch), 
a left side margin of at least 2.5 cm. (1 inch), a right side 
margin of at least 1.5 cm. (9/16 inch), and a bottom margin 
of at least 1.0 cm. (3/8 inch), thereby leaving a sight no greater 
than 17.0 cm. by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size 
A4) drawing sheets, and a sight no greater than 17.6 cm. by 
24.4 cm. (6 15/16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. 
(8 1/2 by 11 inch) drawing sheets. 

Section 1.84(j), as proposed, would provide.that one of the 
views should be suitable for publication in the Patent Applica- 
tion Notice, and the Gazette of Patent Application Notices, as 
well as the Official Gazette, as the illustration of the invention. 

Section 1.84(x), as proposed, would be amended to delete 
the provisions indicating the proper location for holes in a 
drawing sheet, and provide that no holes should be provided 
in the drawing sheets. 

Section 1.85, as proposed, would provide that drawings must 
be suitable for “electronic” reproduction “by digital imaging” 
before being admitted for examination. As discussed supra, as 
a drawing figure will be included in the Gazette Entry in the 
Gazette of Patent Application Notices and the Patent Applica- 
tion Notice, drawings suitable for electronic reproduction by 
digital imaging would be necessary for the initial processing 
of the application. 

Section 1.96, as proposed, would be amended to designate 
the text preceding current paragraph (a) as paragraph (a), and 
would redesignate current paragraphs (a) and (b) as paragraphs 
(b) and (c), respectively. New § 1.96(a), as proposed, would 
be further amended to insert a period between “specification” 
and “{a] computer,” to change “these rules” to “this section,” 
and to change “may be submitted in patent applications in the 
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following forms” to “may be submitted in patent applications 
as set forth in paragraphs (b) and (c) of this section. 

New § 1.96(b), as proposed, would be further amended to 
change the sentences “[tJhe listing may. be submitted as part 
of the specification in the form of computer printout sheets 
(commonly 14 by 11 inches in size) for use as “camera ready 
copy” when a patent is subsequently printed” and “[s]uch com- 
puter printout sheets must be original copies from the computer 
with dark solid black letters not less than 0.21 cm high, on 
white, unshaded and unlined paper, the printing on each sheet 
must be limited to an area 9 inches high by 13 inches wide, 
and the sheets should be submitted in a protective cover” to 
“[a]ny listing submitted as part of the specification must be 
original copies from the computer with dark solid black letters 
not less than 0.21 cm high, on white, unshaded and unlined 
paper, and the sheets should be submitted in a protective cover,” 
to delete the sentence “[w]hen printed in patents, such computer 
printout sheets will appear at the end of the description but 
before the claims and will usually be reduced about 1/2 in size 
with two printout sheets being printed as‘one patent specifica- 
tion page,” and to delete the phrase “if the copy is to be used 
for camera ready copy.” Section 1.96(a)(1), new § 1.96(b)(1) 
as proposed, currently provides that the requirements of § 1.84 
apply to computer program listings submitted as sheets of draw- 
ings, and § 1.96(a)(2), new § 1.96(b)(2) as proposed, currently 
provides that the requirements of § 1.52 apply to computer 
program listings submitted as part of the specification. Section 
1.52(b), as proposed, would require that the sheets of paper be 
the same size and either 21.0 cm. by 29.7 cm. (DIN size A4) 
or 21.6 cm. by 27.9 cm (8 1/2 by 11 inches), with a top margin 
of at least 2.0 cm. (3/4 inch), a left side margin of at least 2.5 
cm. (1 inch), a right side margin of at least 2.0 cm. (3/4 inch), 
and a bottom margin of at least 2.0 cm. (3/4 inch), and § 
1.52(a), as proposed, would require that application papers be 
legibly typed in permanent dark ink in portrait orientation. 

New § 1.96(c), as proposed, would be amended to change 
the references to § 1.77(c)(2) in new § 1.96(c) to § 1.77(a)(7) 
for consistency with § 1.77, as proposed, to change “may” and 
“should” to “must,” to delete the sentence “[ajll computer 
program listings submitted on paper will be printed as part of the 
patent,” to relocate the phrase “except as modified or clarified 
below” in subsection (c)(2), to change the phrase “computer- 
generated information submitted as an appendix to an applica- 
tion for patent shall be in the form of microfiche in accordance 
with the standards” to “computer-generated information sub- 
mitted as a “microfiche appendix” to an application shall be 
in accordance with the standards” for clarity, to change to 
sentences “[e]ither Computer-Output-Microfilm (COM) ouput 
or copies of photographed paper copy may be submitted” and 
“[i] the former case, NMA standards MS1 and MS2 apply; in 
the latter case, standard MSS applies” to “[c]omputer-Output- 
Microfilm (COM) ouput may be submitted in accordance with 
either NMA standard MS1 or MS2,” to change “serial number” 
to “application number,” and to provide metric dimensions with 
English equivalents in parentheticals, rather than vice versa. 

Section 1.97(a)-(d), as proposed, would be amended to 
include the phrase “for an applicant for patent or for reissue 
of a patent, or an owner of a patent under reexamination” in 
paragraph (a) and “by the applicant or patent owner” to clarify 
that § 1.97 is not available for any third party. seeking to have 
information considered in a pending application. Any third 
party seeking to have information considered in a pending 
application must proceed under §§ 1.291 or 1.292, both dis- 
cussed infra. Section 1.97(c), as proposed,-would be further 
amended to correct the phrase “certification as specified in 
paragraph (3) of this section” to read “certification as specified 
in paragraph (e) of this section.” 

Section 1.98, as proposed, would provide that any Patent 
Application Notice or Technical Contents Publication listed 
in an information disclosure statement must be identified. by 
applicant, Patent Application Notice number or Technical Con- 
tents Publication number and publication date. Section: 1.98, 
as proposed, would also limit those U.S. patent applications.of 
which a copy need not be included to unpublished applications. 

Section 1.107, as proposed, would provide that if domestic 
published applications are cited by the examiner, their Tech- 
nical Contents Publication number, publication date, the names 
of the applicants must be stated. Section 1.107, as proposed, 
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would be amended to delete the phrase “and the classes of 
inventions.” 

Section 1.108, as proposed, would further except published 
applications from those abandoned applications that will not 
be cited as references. 

Section 1.131(a), as proposed, would include pending or 
patented U.S. published applications which substantially show 
or describe but do not claim the same patentable invention, as 
defined in § 1.601(n), and abandoned U.S. published applica- 
tions as references to which the provisions of § 1.131 apply. 
Pending or patented U.S. applications would be treated in the 
same manner that U.S. patents are currently treated, ie, § 
1.131 would apply only if the pending or patented application 
does not claim the same patentable invention. Abandoned U.S. 
published applications would be treated in the manner that 
foreign patents or printed publications are currently treated. 
As U.S. published applications, either pending, abandoned or 
patented, may constitute prior art under 35 U.S.C. 102(a) or 
(e), this change, and the change to § 1.132 infra, are necessary 
to accommodate such references. 

In a Notice pf Proposed Rulemaking published in the Federal 
Register at 59 FR 49876 (September 30, 1994) and in the 
Official Gazette at 1167 Off. Gaz. Office 96-97 (October 25, 
1994)(§ 1.131 Notice of Proposed Rulemaking), § 1.131(a) 
was proposed to be amended to inter alia broaden its application 
to instances in which inventions of a pending application or 
patent under reexamination and a patent held by a single party 
are not identical as set forth in 35 U.S.C. 102, but not patentably 
distinct, and changes to § 1.131 were adopted as a final rule. 
60 FR 21043 (May 1, 1995); 1174 Off. Gaz. Pat. Office 155 
(May 30, 1995). 

An amendment to § 1.131(a) was proposed to avoid a poten- 
tial conflict between § 1.131(a) and § 1.602(a) in instances in 
which § 1.131(a) prohibits the filing of affidavits or declarations 
thereunder when the same patentable invention as defined in 
§ 1.601(n) is being claimed, but § 1.602(a) prohibits, unless 
good cause is shown, the declaration or continuance of an 
interference when the application(s) and patent are owned by 
a single party. While this conflict between two pending applica- 
tions can be avoided by filing a continuation-in-part application 
merging the conflicting inventions into a single application, 
this conflict can result in hardship where there is a pending 
application and an issued patent that can no longer be merged 
by filing a continuation-in-part application. 

Specifically, the proposed amendment to § 1.131(a) in the 
§ 1.131 Notice of Proposed Rulemaking would have permitted 
the filing of an affidavit or declaration thereunder in a pending 
application or patent under reexamination to avoid a rejection 
under 35 U.S.C. 103 based upon a patent which qualifies as 
prior art only under 35 U.S.C. 102(a) or (e) where the pending 
application or patent under reexamination and patent upon 
which the rejection was based were owned by a single party. 
This amendment to § 1.131(a) in the § 1.131 Notice 
of Proposed Rulemaking, however, was withdrawn in the final 
rule to permit further study. 

Section 1.131(a), as currently proposed, would permit a 
showing of prior invention in a pending application or patent 
under reexamination to avoid a rejection under 35 U.S.C. 103 
based upon a patent which qualifies as prior art only under 35 
U.S.C. 102(a) or (e), where the application or patent under 
reexamination and the patent upon which the rejection is based 
are both owned by a single party, so long as the invention 
claimed in the pending application or patent under reexamina- 
tion and in the other patent are not identical as set forth in 35 
U.S.C. 102. Section 1.131(a)(3), as proposed, would not require 
common ownership at the time the latter invention was made, 
but consistent with § 1.602(a), would require only that there 
be common ownership when the § 1.131 affidavit or declaration 
is under consideration. 

Where the patent upon which the rejection is based is not 
prior art under 35 U.S.C. 102(a) or (e), but is prior art only 
under 35 U.S.C. 102(f) or (g), to the pending application or 
patent under reexamination, and the invention claimed in the 
pending application or patent under reexamination is not iden- 
tical as set forth in 35 U.S.C. 102, the issue is whether the 
subject matter of the other patent and the invention claimed in 
the pending application or patent under reexamination were, 
at the time the invention was made, owned by the same person 
or subject to an obligation of assignment to the same person, 
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i.e., whether the patent upon which the rejection is based is 
disqualified as prior art under the second paragraph of 35 U.S.C. 
103, and §§ 1 480) and (d) are applicable to this issue. Where, 
however, the patent upon which the rejection is based is prior 
art under 35 U.S.C. 102(a) or (e), it cannot be disqualified as 
prior art under the second paragraph of 35 U.S.C. 103, and as 
such §§ 1.78(c) and (d) are inapplicable. Section 1.131(a)(3), 
as currently proposed, would permit a showing of prior inven- 
tion in an application or patent under reexamination where 
the application or patent under reexamination and patent upon 
which the rejection was based were owned by a single party. 
As the conflict between two pending applications can be 
avoided by filing a continuation-in-part application i 


aprrsde _— - APP merging the 
conflicting inventions into a single application, § 1.131(a)(3), as 


proposed, provides only for a showing of prior invention to 
avoid a rejection based upon a patent. In situations in which 
two pending applications claiming patentably indistinct but not 
identical inventions are held by a single party but cannot be 
merged into a single application, petitions under § 1.183 will 
be entertained for waiver of the § 1.131 requirement that the 
rejection be based upon a patent. 

Section 1.131, as proposed, would not affect a statutory or 
non- statutory double patenting rejection. Specifically, affida- 
vits or declarations under § 1.131 will continue to be ineffective 
where the claims of the pending application or the patent under- 
going reexamination are rejected under 35 U.S.C. 101 for 
double patenting and the claims of the pending application or 
the patent under reexamination claim the identical invention of 
a patent. However, where patentably indistinct but not identical 
inventions are claimed, a non-statutory double patenting rejec- 
tion can be overcome by filing an appropriate terminal dis- 
claimer. 

Section 1.132, as proposed, would change “domestic” to 
“U.S.” for consistency with § 1.131, and would include U.S. 
pending published applications which substantially show or 
describe but do not claim the invention, and abandoned pub- 
lished applications as references to which the provisions of § 
1.132 apply for the reasons discussed supra. 

Section 1.136(a), as proposed, would provide that extensions 
under § 1.136(a) are not available where the response is to a 
requirement for an English translation, an abstract or claims 
on a separate sheet, or substitute specification or sheets of 
drawings of sufficient clarity, contrast, and quality and in the 
proper size and format for electronic reproduction submitted 
pursuant to §§ 1.52(d), 1.53(d), 1.60(d), 1.62(d), 1.494(c), or 
1.495(c), or an oath or declaration submitted pursuant to §§ 
1.494(c) or 1.495(c). 

Section 1.138, as proposed, would add “or publication” to 
the end of the sentence that “express abandonment of the appli- 
cation may not be recognized by the Office unless it is actually 
received by appropriate officials in time to act thereon before 
the date of issue” to clarify that the express abandonment must 
be filed in sufficient time to permit its correlation with the 
application file and the termination of the publication process. 
Section 1.138, as proposed, would further provide that an appli- 
cant seeking to abandon an application to avoid publication of 
the application must submit a proper letter of express abandon- 
ment at least two months prior to the projected date of publica- 
tion to allow sufficient time to permit the appropriate officials 
to recognize the abandonment and remove the application from 
the publication process, and that unless an applicant receives 
written acknowledgement of the letter of express abandonment 
prior to the projected date of publication, applicant should 
expect that the application will be published in due course. 

Section 1.154, as proposed, would provide that the elements 
of a design application, if applicable, should appear in the 
following order: (1) Design Application Transmittal Form; (2) 
Fee Transmittal Form; (3) preamble, stating name of the appli- 
cant and title of the design; (4) cross-reference to related appli- 
cations; (5), statement regarding federally sponsored research 
or development; (6) description of the figure or figures of the 
drawing; (7) description; (8) claim; (9) drawings or photo- 
graphs; and (10) executed oath or declaration. The phrase “[t}he 
following order of arrangement should be observed in framing 
design specifications” is proposed to be changed to “[tJhe ele- 
ments of the design application, if applicable, should appear 
in the following order” to clarify that § 1.154 does not per se 
require that an application include all of the listed elements, 





1194 TMOG 284 
(100) 


but merely provides that any listed element included in the 
ion should in the order set forth in § 1.154. 

A new § 1.163(c), as proposed, would be added to provide 
that the elements of a plant application, if applicable, should 
appear in the following order: (1) Plant Application Transmittal 
Form; (2) Fee Transmittal Form; (3) abstract of the disclosure; 
(4) title of the invention; (5) cross-reference to related applica- 
tions; (6) statement regarding federally sponsored research or 
development; (7) background of the invention; (8) brief sum- 
mary of the invention; (9) brief description of the drawing; 
(10) detailed botanical description; (11) claim; (12) drawings 
(in duplicate); (13) executed oath or declaration; and (14) Plant 
Color Coding Sheet. The phrase “if applicable” is proposed to 
be included in the heading, rather than associated with any 
particular listed element, to clarify that § 1.163 does not per 
Se require that an application include all of the listed elements, 
but merely provides that any listed element included in the 
application should appear in the order set forth in § 1.163. 

A new § 1.163(d), as proposed, would be added to define 
a plant color coding sheet. A plant color coding sheet is a 
sheet that specifies a color coding system as designated in a 

color dictionary, and lists every plant structure to 
which color is a distinguishing feature and the corresponding 
color code which best represents that plant structure. The plant 
color coding sheet will provide a means for applicants to uni- 
formly convey detailed color characteristics of the plant. Pro- 
viding this information is a systematic manner will facilitate 
the examination of the application. 

Section 1.291, as proposed, would provide that a protest 
must be filed within two months of the date the application is 
published or prior to the mailing of a Notice of Allowance, 
whichever occurs first, to be considered timely, and that any 
protest submitted after publication must be accompanied by 
the fee set cores in § 1.17(t). In addition, § 1 — = 
proposed, would require that any protest filed after the date 
the application was published be served upon the applicant in 
accordance with § 1.248, i.e., filing two copies of the protest 
in the Office would not be acceptable. As a protest cannot be 
considered subsequent to issuance of the application as a patent, 
§ 1.291(b), as proposed, would provide that the protest will be 
considered if the application is still pending when the protest 
and application file is brought before the examiner, i.e., that 
the application was pending at the time the protest was filed 
would be immaterial to its ultimate consideration. Finally, § 
1.291, as proposed, would further locate the sentences “[p]ro- 
tests raising fraud or other inequitable conduct issues will be 
entered in the application file, generally without comment on 
those issues” and [p]rotests which do not adequately identify 
one ee ge othe ne gaggle 
be considered by the Office” in 

Section 1.292, as Siniliemsaniccitdnote 
phrase “is filed by one having information of the pendency of 
an application” as applications will no longer necessarily be 
maintained in confidence their entire y, and 
— move the requirement for the fee set forth in § 1.17(j) 

from paragraph (a) to paragraph (b) where the conditions for 
entry of a petition for the institution of public use proceedings 
are set forth. Section.1.292, as proposed, would further require 
that any petition filed after the date the application was pub- 
lished be served on the applicant in accordance with § 1.248. 
Finally, § 1.292, as proposed, would provide that a petition to 
institute public use must be filed within two months 
of the date the application is published or prior to the mailing of 
a Notice of Allowance, whichever occurs first, to be considered 


ly. 
Sections 1.305 through 1.309 are proposed to be added to 
set forth the procedures for the 18-month publication of patent 


Section 1.305, as proposed, would provide that applications 
may be withdrawn from publication at the initiative of the 
Office or upon request by the applicant. The basis for the 
withdrawal of an application from publication would be limited 
pd te th dogg e.g., the application 
ro an stoma a projected publica- 
tion date is not at 18 months from the earliest filing date for 
which a benefit is sought; (2) the application is either national 

security classified or subject to a secrecy order pursuant to 35 
U.S.C. 181; or (3) express abandonment of the application. 
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Section 1.306(a), as proposed, would provide that applica- 
tions under 35 U.S.C. 111(a), 161 or 371 will be published as 
soon as possible after the expiration of a period of 18 months 
from the filing date, including the earliest filing date for which a 
benefit is aan but excludes applications that: (1) are national 
security classified or subject to a secrecy order pursuant to 35 
U.S.C. 181; (2) have issued as a patent; (3) are recognized by 
the Office as no longer pending, i.e., are abandoned; or (4) 
were previously published through early publication. 

Section 1.306(b), as proposed, would provide that the publi- 
cation of an application will include a notice designated as a 
“Gazette Entry” containing information such as the application 
number, filing date, title, inventor’s name, abstract, a drawing 
figure, a representative claim, and U.S. and IPC classification 
in a Gazette of Patent Application Notices, and a printed publi- 
cation designated as a Patent Application Notice or PAN con- 
taining information such as the application number, filing date, 
title, inventor’s name, correspondence address, abstract, a 
drawing figure, a representative claim, and U.S. and IPC classi- 
fication. In addition, § 1.306(b), as proposed, would provide 
that the publication of an application will include a document 
designated as a Technical Contents Publication containing the 
Patent Application Notice, and the specification, abstract, 
claims, and drawings of the original application papers. Finally, 
§ 306(b), as proposed, would provide that publication would 
include public access to a copy of the specification, drawings, 
and all papers relating to the application file in accordance 
with § 1.11. 

Section 1.306(c), as proposed, would provide that provisional 
applications under 35 U.S.C. 111(b) shall not be published, 
and that design applications under 35 U.S.C. 171 and reissue 
applications under 35 U.S.C. 251 shall not be published pur- 
suant to § 1.306. H.R. 1733, if enacted, would not authorize 
the publication of design applications (prior to their issuance 
as patents) or provisional applications. Reissue applications are 
currently published through the announcement in the Official 
Gazette of the filing of the reissue application, and the opening 
of the application to public inspection in accordance with § 
1.11(b). 

Section 1.306(d), as proposed, would provide for the early 
publication of applications. Any request for early publication 
of an application should be filed as soon as possible, and must 
be by way of petition, including the fee set forth in § 1.17(i). 
In addition, any application must include an abstract and claims 
on a separate sheet, any substitute specification or drawings 

required meres to §§ 1.53(d), 1.60(d), or 1 org and any 
English translation required pursuant to § 1.52(d). The Office 
cannot assure publication of an application on any certain date, 
and, as such, requests for publication on a date certain will be 
treated as a request for publication as soon as possible. Finally, 
as H:R. 1733, if enacted, would not authorize the publication 
of provisional applications, no consideration will be given to 
any request for the early publication of a provisional applica- 
tion. 

Section 1.306(e), as would implement the provis- 
ions in H.R. 1733 (35 U.S.C. 122(b)(2)) for, under limited 
circumstances, not publishing an application under 35 U.S.C. 
122(b) until three months after an Office action under 35 U.S.C. 
132. Section 1.306(e), as proposed, would specifically provide 
that an applicant who is an independent inventor and has been 
accorded status under 35 U.S.C. 41(h) in an application that 
does not claim the benefit of an earlier filing date under 35 
U.S.C. 119, 120, 121, 365(a) or 365(c) may request that the 
application not be published until three months after an action 
on the merits, and that a petition requesting that the application 
not be published until three months after an action on the merits 
must be submitted on filing, and accompanied by the petition 
fee set forth in § 1.17(i) and a certification that the invention 
disclosed in the application was not or will not be the subject 
of an application filed in a foreign country, which certification 
must be verified if made by a person not registered to practice 
before the Patent and Trademark Office. 

Section 1.307, as proposed, would provide for the delivery 
of the printed publication, i.e., the Patent Application Notice 
or PAN, to the correspondence address of record, which is the 
manner in which a patent is currently delivered to the patentee. 

Section 1.308, as proposed, would provide for the correction 
of the printed publication, but such correction would be granted 
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only for a significant mistake made by the Office which is 
apparent from Office records. 

Section 1.315, as proposed, would change “the attorney or 
agent of record, if there be one; or if the attorney or agent so 
requests, to the patentee or assignee of an interest therein; or, 
if there be no attorney or agent, to the patentee or to the assignee 
of the entire interest, if he so requests” to “the correspondence 
address of record. See § 1.33(a)” for phere nen! as patents are 
currently mailed to the patentee at the correspondence address 
of record. 

Section 1. 321(c), as proposed, would change “double pat- 
enting rejection” to “non-statutory double patenting rejection” 
for consistency with § 1.78(c), as proposed, and to clarify that 
the filing of a terminal disclaimer is ineffective to overcome 
a statutory double patenting rejection. 

Section 1.492(a), as proposed, would increase the basic 
national fee for international applications entering the national 
stage under 35 U.S.C. 371 to: (1) $710 ($355 for a small entity) 
where an international preliminary examination fee as set forth 
in § 1.482 has been paid on the international application to the 
Office; (2) $780 ($390 for a small entity) where no international 
preliminary examination fee as set forth in § 1.482 has been 
paid to the Office, but an international search fee as set forth 
in § 1.445(a)(2) has been paid on the international application 
to the Office as an International Searching Authority; (3) $1040 
($520 for a small entity) where no international preliminary 
examination fee as set forth in § 1.482 has been paid and no 


international search fee as set forth in § 1.445(a)(2) has been 
paid on the international application to the Office; (4) $120 


($60 for a small entity) where the international preliminary 
examination fee as set forth in § 1.482 has been paid to the 
Office and the international preliminary examination report 
states that the criteria of novelty, inventive step (non-obvious- 
ness), and industrial app emery as defined in PCT Article 
33(1) to (4) have been satisfied for all the claims presented in 
the application entering the national stage (see § 1.496(b)); and 
(5) $910 ($455 for a small entity) where a search report on 
the international application has been prepared by the European 
Patent Office or the Japanese Patent Office. 

Section 1.494(c) and (g), as proposed, would provide that 
the applicant will be given a time period within which to 
file an abstract and claims on a separate sheet, or substitute 
specification in compliance § 1.125 with papers typed on but 
one side of the or new sheets of drawings, each of the 
substitute teoniadine and sheets of drawings of sufficient 
clarity, contrast, and quality, and in a proper size and format 
for electronic reproduction in instances in which the application 
papers did not comply with §§ 1.52(a) and (b), as proposed, 
or the drawings were of such poor quality as to preclude their 
digital image scanning into the electronic data base. Section 
1.494(c), as proposed, would further provide that extensions 
of time pursuant to § 1.136(a) would not be available for filing 
an English translation, oath or declaration, abstract and claims 
on a separate sheet, and a substitute specification with papers 
typed on but one side of the paper and sheets of drawings, 
each of sufficient clarity, contrast, and quality and in the proper 
size and format for electronic reproduction 

Section 1.495(c) and (h), as proposed, would provide that 
the applicant will be given a time period within which to 
file an abstract and claims on a separate sheet, or substitute 
specification in compliance § 1.125 with papers typed on but 
one side of the paper or new sheets of drawings, each of the 
substitute specification and sheets of drawings of sufficient 
clarity, contrast, and quality, and in a proper size and format 
for electronic ion in instances in which the application 
papers did not comply with §§ 1.52(a) and (b), as proposed, 
or the drawings were of such poor quality as to preclude their 
digital image scanning into the electronic data base. Section 
1.495(c), as proposed, would further provide that extensions 
of time pursuant to § 1.136(a) would not oe available for filing 
an English translation, oath or declaration, abstract and claims 
on a sheet, and a substitute specification with papers 
typed on but one side of the and sheets of drawings, 
each of sufficient clarity, contrast, and vy and in the proper 
size and format for electronic 

The rules to implement 18-month publication pro- 
vide that extensions of time pursuant to § 1.136(a) are not 
available for submissions which will affect the publication of 
the application. Section 1.53(d)(1), as proposed, does not 
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exclude extensions of time pursuant to § 1.136(a) for the filing 
of an oath or declaration as the absence of an oath or declaration 
for an application filed under 35 U.S.C. 111(a) does not affect 
the publication of the application. Section 1.306(a), as proposed, 
does not provide for the publication of a national application 
for patent which resulted from an international application until 
after compliance with 35 U.S.C. 371, and an international appli- 
cation is not in compliance with 35 U.S.C. 371 until an oath 
or declaration is filed. See 35 U.S.C. 371(c)(4). Therefore, the 
absence of an oath or declaration will affect the publication of 
an application under 35 U.S.C. 371. Accordingly, §§ 1.494(c) 
and 1.495(c), unlike § 1.53(d)(1), provide that the period for 
filing the oath or declaration cannot be extended pursuant to 
§ 1.136(a) to consistently provide that extensions of time pur- 
suant to § 1.136(a) are not available for submissions which 
will affect the publication of the application. 

Section 1.497(a), as proposed, would be amended to provide 
that an applicant in an international application must file an 
oath or declaration that: (1) is executed in accordance with 
either §§ 1.66 or 1.68, (2) identifies the specification to which 
it is directed, (3) identifies each inventor and the country of 
citizenship of each inventor, and (4) states that the person 
making the oath or declaration believes the named inventor or 
inventors to be the original and first inventor or inventors of 
the subject matter which is claimed and for which a patent is 
sought, rather than an oath or declaration in accordance with 
§ 1.63, to enter the national stage pursuant to §§ 1.494 or 1.495. 
Currently, the failure to file an oath or declaration in strict 
compliance with § 1.63 results in non-compliance with § 1.497, 
and thus 35 U.S.C. 371, which in turn delays the entry of the 
international application into the national stage. To expedite 
the entry of international applications into the national stage, 
§ 1.497(a), as proposed, would require — an oath or declara- 
tion that is 7S executed, identifies the specification to 
which it is directed, and, as required by 35USC 115, identifies 
each inventor and the country of citizenship of each inventor and 
states that the person making the oath or declaration believes the 
named inventor or inventors to be the original and first inventor 
or inventors of the subject matter which is claimed and for 
which a patent is sought. 

Section 1.497(b), as proposed, would be subdivided into 
paragraphs (b){1) and (b)(2). Section 1.497(bX.1), as proposed, 
would provide that the oath or declaration must be made by 
all of the actual inventors except as provided for in §§ 1.42, 
1.43 or 1.47. Section 1.497(b)(2), as proposed, would change 
“[i]f the international application was made as provided in 
§§ 1.422, 1.423 or 1.425, the applicant shall state his or her 
relationship to the inventor and, upon information and belief, 
the facts which the inventor is required by § 1.63 to state“ to 
“Tijf the making the oath or declaration is not the inventor 
(8§ 1.42, 1.43 or 1.47), the oath or declaration shall state the 
relationship of the person to the inventor and, upon information 
and belief, the facts which the inventor is required to state” 
such that § 1.497(b), as proposed, would be parallel to § 1.64. 

Section 1.497(c), as proposed, would be added to provide 
that the oath or declaration must comply with the requirements 
of § 1.63. Section 1.497(c), as proposed, would further provide 
that in instances in which the oath or declaration does not 
<—_ with § 1.63, but meets the requirements of 4, 1.497(a) 

and (b), as proposed, the oath or declaration will be 
as complying with 35 U.S.C. 371(c)(4) and §§ 1.494(c) or 
1.495(c), thus permitting the application to enter the national 
stage and the assignment of dates under 35 U.S.C. 102(e) and 
371(c). A supplemental oath or declaration in compliance with 
§ 1.63, however, will be required in accordance with § 1.67. 

Section 1.701(a), as proposed, would add “an unusual admin- 
istrative delay by the Office” to the bases for extension of 
patent term due to prosecution delay. H.R. 1733 provides that 
the Commissioner shall prescribe regulations to govern the 
particular circumstances deemed to be an unusual administra- 
tive delay. Section 1.701(a)(4)(i), as proposed, would set forth 
the failure to act on a reply under § 1.111 or appeal brief under 
§ 1.192 within six months of the date it was filed; the failure 
to act on an application within six months of the date of a 
decision under § 1.196 by the Board of Patent Appeals and 
Interferences where claims stand allowed in an application or 
the nature of the decision requires further action by the exam- 
iner; and the failure to issue a patent within six months of the 
date that the issue fee was paid and all outstanding requirements 
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were satisfied as circumstances constituting a prima facie 
unusual administrative delay. In an application eutitled to an 
extension under § 1.701(a)(3), however, any unusual adminis- 
trative delay g would be disre- 


during the appellate proceedin 
garded under § 1.701(a\4) in accordance with the “not 
ov g” provision in § 1.701(b). Requests for patent term 
circumstances 


extension based upon c’ not specifically set forth 
in § 1.701(a)(4)(j) as a prima facie unusual administrative 
delay must be specifically requested by petition and would 
be considered on a case-by-case basis. Section 1.701(a), as 
proposed, would further add “subject to the provisions of this 
section” and delete the phrase “if the patent is not subject to 
a terminal disclaimer due to the issuance of another patent 
claiming subject matter that is not patentably distinct from that 
under appellate review” from paragraph (a)(3). 
Section 1.701(b), as proposed, would add paragraph (c)(4) to 
paragraphs summed in calculating the period of extension, 
and change the maximum extension from five years to ten 
years in accordance with H.R. 1733. 

Section 1.701(c), as proposed, would provide that the period 
of delay is the sum of the number of days, if any, in the period 
of unusual delay by the Office. That is, the delay in 
processing and examining an application would not be included 
under § 1.701(c), as proposed, in the extension 
under § 1.701(b). For example, (1) where there was a failure 
to act on a reply under § 1.111 within six months of the date 
it was filed, the period of delay is the number of days in excess 
of six months, if any, in the period beginning on the date a 
reply under § 1.111 was filed and ending on the mailing date 
of an action in response thereto, (2) where there was a failure 
to act on an appeal brief under § 1.192 within six months of 
the date it was filed, and the application is not entitled to an 
extension under § 1.701(a)(3), the period of delay is the number 
of days in excess of six months, if any, in the period beginning 
on the date an appeal brief under § 1. 192 was filed and ending 
on the mailing date of either a notification under § 1.192(d) 
or examiner’s answer under § 1.193, and (3) where there was 
a failure to issue a patent within six months of the date that 
the issue fee was paid and all outstanding requirements were 
satisfied, § 1.701(a)(3), the period of delay is the number of 
days in excess of six months, if any, in the period beginning 
on the date the issue fee was paid or ail outstanding requirements 
were satisfied, whichever is later, and the date the patent was 
issued. 


Section 1.701(d), as proposed, would change “[t]he period 
of delay set forth in paragraph (c)(3)” to “[t]he period set forth 
in paragraph (c),” as the limitation on patent term extension 
in H.R. 1733 based upon an applicant’s failure to engage in 
reasonable efforts to conclude ig Or examination of 
the application is not limited to extension under 35 U.S.C. 
154(b)(2), ie., delays during appellate proceedings. Section 
1.701(d), as proposed, would further delete “any time during 
the period of appellate review that occurred before three years 
from the filing date of the first national application for a patent 
presented for examination.” Public Law 103-465 provides that 
extensions under 35 U.S.C. 154(b)(2) shall be reduced by any 
time during the period of appellate review that occurred before 
three years from the filing date of the first national application 
for patent presented for examination, where H.R. 1733 provides 
only that no patent shall be extended under 35 U.S.C. 154(b) 
that has issued before the expiration of three years after the 
filing date of the application or entry of the application into 
the national stage under 35 U.S.C. 371, whichever is later, not 
taking into account any claim to the benefit of the filing date 
of any application under 35 U.S.C. = 121, or 365(c). 
Section 1.701(d), as proposed, would further change “any 
time during the period of appellate review, as determined by 
the Commissioner, during which the applicant for patent did 
sma anh dendiligenet’ and “[iJn determining the due dili- 
gence of an applicant, the Commissioner may examine the facts 
and circumstances of the applicant’s actions during the period 
of appellate review to determine whether the applicant exhibited 
that degree of timeliness as may reasonably be expected from, 
and which is ordinarily exercised by, es age aaa 
of llate review” to “any time during the processing or 
examination of the application, as determined by the Commis- 
sioner, during which the applicant for patent failed to engage 
in reasonable efforts to conclude processing or examination of 
the application,” “[iJn determining whether an applicant failed 
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to engage in reasonable efforts to conclude processing or exami- 
nation of the application, the Commissioner may examine the 
facts and circumstances of the applicant’s actions during the 
entire prosecution of the application to determine whether the 
applicant exhibited that degree of timeliness as may reasonably 
be expected from, and which is ordinarily exercised by, an 
applicant for patent seeking to conclude the processing or exam- 
ination of the application,” and “{c]ircumstances constituting 
a failure to engage in reasonable efforts to conclude processing 
or examination of the application include: (1) requesting sus- 
pension of action under § 1.103, and (2) abandonment of the 
application.” 

H.R. 1733 cathe that the period of extension under 35 
U.S.C. 154(b) shall be reduced by a period equal to the time 
during the processing or examination of the application leading 
to the nt in which the applicant failed to engage in reason- 
able efforts to conclude processing or examination of the appli- 
cation and that the Commissioner shall prescribe regulations 
establishing the circumstances that constitute a failure of an 
applicant to <P in reasonable efforts to conclude processing 
or examination of an application. Section § 1.701(d) specifically 
sets forth requesting suspension of action under § 1.103 and 
abandonment of the application as examples of prima facie 
failures to engage in reasonable efforts to conclude processing 
or examination of the application. In determining whether an 
applicant engaged in reasonable efforts to conclude processing 
or examination of the application, however, the facts and cir- 
cumstances of applicant’s actions during the entire prosecution 
of the application will be considered on a case-by-case basis 
to determine whether the applicant exhibited that degree of 
timeliness as may reasonably be expected from, and which 
is ordinarily exercised by, an applicant for patent seeking to 
conclude the processing or examination of the application. As 
such, it is not possible to list all of the specific circumstances 
in § 1.701(d). That is, circumstances other than the examples 
specifically set forth § 1.701(d) may, on a case-by-case basis, 
be considered the failure to engage in reasonable efforts to 
conclude the processing or examination of the application. 

A new § 1.701(€), as proposed, would provide that no patent 
shall be extended under this section: (1) beyond the expiration 
date specified in a terminal disclaimer in a patent whose term 
has been disclaimed in such terminal disclaimer, or (2) an 
instance in which the patent issued before the expiration of 
three years after the filing date of the application or entry of 
the application into the national stage under 35 U.S.C. 371, 
whichever is later, not taking into account any claim to the 
benefit of the filing date of any application under 35 U.S.C. 
120, 121, or 365(c). H.R. 1733 provides these limitations on 
extensions under 35 U.S.C. 154(b). 

A new § 1.701(f), as proposed, would provide that any 
extension of patent term under § 1.701(a)(4) on the basis of 
an administrative delay other than one specifically set forth in 
§§ 1 TONa\A\AKA)O must be requested by petition. Due to 
the necessity for indivi determinations of patent term 
extensions based upon prosecution delay due to an unusual 
administrative delay by the Office not specifically provided 
for, such extensions of patent term under § 1.701(a)(4) must 
be specifically requested by petition in a timely manner. Section 
1.701(f), as proposed, would specifically provide that any peti- 
tion for patent term extension based upon § 1 O1anay for 
an unusual administrative delay by the Office other than one 
specifically set forth in §§ 1.701(a)(4)(i)(A)-(C) cannot be filed 
prior to the mailing of a notice of allowance under § 1.311 
and must be accompanied by a statement of the facts involved, 
the administrative delay by the Office to be reviewed, the peri 
of extension requested, and the fee set forth in § 1.17(i). The 
petition may include a request that the petition fee be refunded 
if an extension of the patent term under § 1.701(a)(4) is granted. 

Section 1.808(a), as proposed, would provide that upon the 
publishing of the application, all restrictions i by the 
depositor on the availability to the public of the deposited 
+ 1 a0e will be irrevocably removed, subject to provisions of 

1.808(b). 

Section 3.31, as proposed, would provide that the assignment 
cover sheet may, but need not, include an indication that the 
assignment information is to be printed on the Patent Applica- 
tion Notice. Section 3.31, as proposed, would further provide 
that, due to constraints in the publication process, any such 
indication not submitted within two months of filing or fourteen 
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months from the earliest filing date for which a benefit is 
claimed, whichever is later, may result in the assignment infor- 
mation not being printed on the Patent Application Notice. 
Section 5.1, as proposed, would include a new 

(c) which would provide defense agencies uate time to 
complete national security review under 35 U.S.C. 181 before 
an application would be released for publication under § 1.306. 
Specifically, the period for completion of a defense agency 
review would be six (6) months from the actual U.S. filing 
date for applications filed under 35 U.S.C. 111(a) or three (3) 
months from the date the application was made available to 
the defense agency for review, whichever is later. 


Section 5.1, as would further include a new para- 
graph (d) which would set forth the current practice that applica- 
tions on inventions not made in the United States and on 
inventions in which the Federal Government has a known prop- 
“3 — are not made available to defense agencies under 

) 


A new § 5.9, as proposed, would set forth the procedures 
for the treatment of national security classified applications. The 
procedures set forth in this section, except for those pertaining to 
the publication of applications pursuant to § 1.306, are the 
current procedures for the treatment of national security classi- 
fied applications. It is, however, considered appropriate to 
implement these procedures through the rulemaking process. 

35 U.S.C. 181 authorizes the withholding of the grant of a 
patent on an application that has been placed under a secrecy 
order; however, title 35, United States Code, does not specifi- 
cally authorize the withholding of the grant of a patent on an 
application that is national security classified, but not placed 
under a secrecy order. Nevertheless, the Office is prohibited by 
Executive Order and statute from disclosing a national security 
classified application. Therefore, s for obtaining a 


procedures for f 
secrecy order pursuant to 35 U.S.C. 181 on a national security 
classified application, or the declassification of such applica- 
tion, are necessary. 

Section 5.9(a), as proposed, would provide that patent appli- 
cations and papers that are national security classified and 
contain authorized national security markings of “Confiden- 


tial,” “Secret” or “Top Secret” are accepted by the Office, that 
national security classified documents mailed to the Office 
must be addressed in compliance with § 5.33, and that national 
security classified documents may be hand-carried to Licensing 
and Review. 

Section 5.9(b), as proposed, would provide that a national 
security classified patent application will not be published pur- 
suant to § 1.306 or allowed pursuant to § 1.311 of this chapter 
until the application is declassified. 

Section 5.9(c), as proposed, would clarify that, in a national 
security classified application, it is the applicant’s responsibility 
to either obtain a secrecy order pursuant to § 5.2, or have the 
application declassified by the relevant department or agency. 
Section 5.9(c), as ‘ould further provide that in a 
national security classified patent application filed without a 
notification pursuant to § 5.2(a), ie., a recommendation for 
imposition of a secrecy order from the relevant department or 
agency, the Office will set a time period within which the 
application must be declassified, a secrecy order must be 
obtained, or evidence of a good faith effort to obtain a secrecy 
from the relevant department or agency must be presented in 
order to prevent abandonment of the application. 

Section 5.9(d), as proposed, would provide for instances in 
which, after an effort to obtain a secrecy order, the national 
security classified application has not been declassified and a 
secrecy order has not been obtained. Section 5.9(d), as pro- 
posed, would specifically provide that in each instance in which 
the national security classified application has not been declas- 
sified and a secrecy order has not been obtained, but the appli- 
cant has presented evidence of a good faith effort to obtain 2 
secrecy order, the Office will again set a time period within 
which the application must be declassified, a secrecy order 
pursuant to § 5.2 must be obtained, or evidence of a good faith 
effort to again obtain a secrecy order pursuant to § 5.2 from 
the relevant department or agency must be presented in order 
to prevent abandonment of the application. This process will 
reiterate until the application becomes abandoned, e.g., through 
a lack of a good faith effort to obtain a secrecy order or failure 
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to prosecute under 35 U.S.C. 133, the application is declassified, 
or a secrecy order is obtained. 


Other Considerations 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5S U.S.C. 601 et seq.), 
Executive Order 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
these proposed rule changes will not have a significant eco- 
nomic impact on a substantial number of small entities (Regula- 
tory Flexibility Act, 5 U.S.C. 605(b)). The principal impact of 
these changes is to require that application papers be 
filed in a format which permits their digital image and OCR 
scanning into an electronic data base, and that claims for the 
benefit of the filing date of prior foreign and domestic applica- 
tions be submitted promptly to permit publication of the applica- 
tion at 18 months from the earliest filing date for which a 
benefit is sought. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

These rule changes contain a collection of informa- 
tion requirements subject to the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seg. The initial patent application 
filing is currently approved by the Office of Management and 
Budget under Control No. 0651-0032. Public reporting burden 
for the collection of information for filing the initial patent 
application is estimated to average 11 hours per response, 
including the time for reviewing instructions, searching existing 
data sources, gathering and maintaining the data needed, and 
completing and reviewing the collection of information. 

The Fee Transmittal form, Utility Patent Application Trans- 
mittal form, Design Patent Application Transmittal form, Plant 
Patent Application Transmittal form, Plant Color Coding Sheet, 
Declaration form, and Plant Patent Application Declaration 
form will reduce the burden and uncertainty associated with 
the submission of an application and related information, and 
enhance the Office’s ability to use standardized automation 
routines (optical character recognition, etc.) to record and pro- 
cess information concerning applications. Public reporting 
burden for these collections of information is estimated to 
average:(1) 12 minutes per response for the Fee Transmittal 
form, (2) 12 minutes per response for the Utility Patent Applica- 
tion Transmittal form, (3) 12 minutes per response for the 
Design Patent Application Transmittal form, (4) 12 minutes 
per response for the Plant Patent Application Transmittal form, 
(5) 12 minutes per response for the Plant Color Coding Sheet, 
(6) 24 minutes per response for the Declaration form, and 
(7) 24 minutes per response for the Plant Patent Application 
Declaration. These estimates include the time for reviewing 
instructions, searching existing data sources, gathering and 
maintaining the data needed, and completing and reviewing 
the collections of information. 

The assignment cover sheet is currently approved by the 
Office of Management and Budget under Control No. 0651- 
0027. Public reporting burden for the collection of information 
on the assignment cover sheet is estimated to average 30 
minutes per response, including the time for reviewing instruc- 
tions, searching existing data sources, gathering and main- 
taining the data needed, and completing and reviewing the 
collection of information. 

Send comments regarding this burden estimate or any other 
aspect of this collection of information, including suggestions 
for reducing this burden to the Office of Assistance Quality 
and Enhancement Division, Patent and Trademark Office, 
Washington, D.C. 20231, and to the Office of Information 
and Regulatory Affairs, Office of Management and Budget, 
Washington, D.C. 20503 (ATTN: Paperwork Reduction Act 
Projects 0651-0027 and 0651-0032). The Fee Transmittal form, 
Utility Patent Application Transmittal form, Design Patent 
Application Transmittal form, Plant Patent Application Trans- 
mittal form, Plant Color Coding Sheet, Declaration form, and 
Plant Patent Application Declaration form have been submitted 
to the Office of Management and Budget for clearance under 
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the Paperwork Reducticn Act. See 60 FR 35174 (July 6, 1995). 
Written comments and recommendations for the proposed 
information collection should be sent to Maya A. Bernstein, 
OMB Desk Officer, room ay New Executive Office 
Building, Washington, D.C. 202 

Notice is hereby given that ll to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6, the Patent and Trademark Office to amend Title 
37 of the Code of Federal Regulations as set forth below. 


List of Subjects 


37 CFR Part 1 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small Businesses. 


37 CFR Part 3 
Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 


37 CFR Part 5 
Classified information, foreign relations, inventions and 
patents. 


For the reasons set forth in the preamble, 37 CFR Parts 1, 
3 and 5 are proposed to be amended as follows, with removals 
indicated by brackets ([]) and additions by arrows (<4): 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.4 is proposed to be amended by revising paragraph 
(a)(1) to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 
(a) ~~ 1 emma with the Patent and Trademark Office 


(1) = relating to services and facilities of the 
Office, such as general inquiries, requests for publications sup- 
plied by the Office, orders for printed copies of patents P, 
patent application notices, technical conteats publications or 
trademark re; ions, orders for copies of records, transmis- 


registrati 
sion of assignments for recording, and the like, and 


see88 


3. Section 1.5 is proposed to be amended by revising paragraph 
(a) and adding paragraphs (f) and (g) to read as follows: 


§ 1.5 Identification of application, patent, or registration. 


(a) No correspondence relating to an application should be 
filed prior to when notification of the application number is 
received from the Patent and Trademark Office. When a letter 
directed to the Patent and Trademark Office concerns a pre- 
viously filed application for a patent, Pincluding a published 

4 it must identify on the top page in a conspicuous 
location, the application number (consisting of the series code 
and the serial number; e.g., 07/123,456), or the serial number 
and filing date assigned to that application by the Patent and 
Trademark Office, or the international application number of 
the international application. Any correspondence not con- 
taining such identification will be returned to the sender where 
a return address is available. The returned mdence will 
be accompanied with a cover letter which will indicate to the 
sender that if the returned correspondence is resubmitted to the 
Patent and Trademark Office within two weeks of the mail 
date on the cover letter, the original date of receipt of the 

ag le 
Office as the date of receipt of the < 
Certificate 
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have the benefit of the date of deposit in the United States 
Postal Service. If the returned correspondence is not resub- 
mitted within the two-week period, the date of receipt of the 
resubmission will be considered to be the date of receipt of the 
correspondence. The two-week period to resubmit the returned 
correspondence will not be extended. If for some reason, 
returned correspondence is resubmitted with proper identifica- 
tion later than two weeks after the return mailing by the Patent 
and Trademark Office, the ee pron _ = be 
accepted but given its date of receipt ition to the applica- 
tion number, all letters directed to the Patent and Trademark 
Office concerning applications for patents should also state 
“PATENT APPLICATION,” the name of the applicant, the 
title of the invention, the date of filing the same, and, if known, 
the group art unit or other unit within the Patent and Trademark 
Office responsible for considering the letter and the name of 
the examiner or other person to which it has been assigned. 


esee88 


»(f) When a paper concerns a provisional application, it 
should identify the application as such and include the applica- 
tion number. 

(g) A paper relating to a patent application notice should 
identify } as such and include the patent application notice 
number. 


4. Section 1.9 is proposed to be amended by revising paragraphs 
(a) and (b) and adding a paragraph (h) to read as follows: 


§ 1.9 Definitions. 


(a)(1) A national application as used in this chapter means 
a U.S. national application for patent which was either filed 
in the Office under 35 U.S.C. 111, or which entered the national 
stage from an international application after compliance with 
35 U.S.C. 371. 

(2) A provisional application as used in this chapter means 
a U.S. national application for patent filed in the Office under 
35 U.S.C. 111(b). 

(3) A nonprovisional application as used in this chapter 
means a U.S. national application for patent which was either 
filed in the Office under 35 U.S.C. 111(a), or which entered 
the national stage from an international application after compli- 
ance with 35 U.S.C. 371. 

»>(4)<[(b)] An international application as used in this 

means an international application for patent filed under 
the Patent Cooperation Treaty prior to entering national pro- 
cessing at the Designated Office stage. 

P(b) A published application as used in this chapter means 
an application for patent which has been published pursuant 
to 35 U.S.C. 122(b).<4 


P(h) National security classified as used in this chapter 
means specifically authorized under criteria established by Act 
of Congress or Executive order to be kept secret in the interest of 
national defense or foreign policy and in fact properly classified 
pursuant to Act of Congress or Executive order. 


5. Section 1.11 is proposed to be amended by revising paragraph 
(a) to read as follows: 


§ 1.11 Files open to the public. 


(a) [After a patent has been issued or a statutory invention 
ion has been published, the] The specification, 
dicts nul dilaeaeoialinn ithe ecetatnaaliies 
abandoned published application, a [the] patent P< or Pad 
7 registration are open to inspection by the 
public ®.< [, and copies may be upon paying the 
fee therefor.] PA copy of the specification, drawings, and all 
papers relating to the case in the file of a published application, 
a patent, or statutory invention registration may be obtained 
a 1. 19()(2).<4 See § 
2.27 for trademark files. 
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6. Section 1.12 is proposed to be amended by revising para- 
graphs (a)-(c) to read as follows: 


§ 1.12 Assignment records open to public inspection. 


(a)(1) Separate assignment records are maintained in the 
Patent and Trademark Office for patents and trademarks. The 
assignment records, relating to original or reissue pateuts, 
including digests and indexes, for assignments recorded on or 
after May 1, 1957, published applications, and assignment 
records relating to pending or abandoned trademark applica- 
tions and to trademark registrations, for assignments recorded 
on or after January 1, 1955, are open to public inspection at the 
Patent and Trademark Office, and copies of those assignment 
records may be obtained upon request and payment of the fee 
set forth in § 1.19 and § 2.6 of this chapter. 

(2) All records of assignments of patents recorded before 
May 1, 1957, and all records of trademark assignments recorded 
before January 1, 1955, are maintained by the National Archives 
and Records Administration (NARA). The records are open to 
public inspection. Certified and uncertified copies of those 
assignment records are provided by NARA upon request and 
payment of the fees required by NARA. 

(b) Assignment records, digests, and indexes relating to any 
pending or abandoned application which has not been pub- 
lished pursuant to 35 U.S.C. 122(b)4 are not available to the 
— pgs of _— such assignment records and information 
with respect thereto shall be obtainable only upon written 
authority of the pe Ar or applicant’s assignee or attorney 
or agent or upon a showing that the person seeking such infor- 
mation is a bona fide prospective or actual purchaser, mort- 
gagee, or licensee of such application, unless it shall be 
necessary to the proper conduct of business before the Office 
or as provided by these rules. 

(c) Any request by a member of the public seeking copies 
of any assignment records of any pending or abandoned patent 
application preserved in confidence [secrecy] under § 1.14, 
or any information with respect thereto, must 

(1) Be in the form of a petition accompanied by the petition 
fee set forth in § 1.17(i), or 

(2) Include written authority granting access to the member 
of the public to the particular assignment records from the 
applicant or applicant’s assignee or attorney or agent of record. 


sees 
7. Section 1.13 is proposed to be revised to read as follows: 


§ 1.13 Copies and certified copies. 


(a) Non-certified copies of patents ®, patent application 
notices, technical contents publications, file wrapper and con- 
tents of published applications, and trademark registrations 
and of any records, books, papers, or drawings within the 
jurisdiction of the Patent and Trademark Office and open to 
the public, will be furnished by the Patent and Trademark 
Office to any person, and copies of other records or papers 
will be furnished to persons entitled thereto, upon payment of 
the fee therefor. 

(b) Certified copies of the patents P, patent application 
notices, technical contents publications, file wrapper and con- 
tents of published applications, and trademark registrations 
and of any records, books, papers, or drawings within the 
jurisdiction of the Patent and Trademark Office and open to 
the public or persons entitled thereto will be authenticated by 
the seal of the Patent and Trademark Office and certified by 
the Commissioner, or in his name attested by an officer of the 
Patent and Trademark Office authorized by the Commissioner, 
upon payment of the fee for the certified copy. 


8. Section 1.14 is proposed to be amended by revising para- 
graphs (a)-(b) and (e) to read as follows: 


§ 1.14 Patent applications preserved in »confidence4 
[secrecy]. 
(a) Except as provided in § ees | P>,< pending patent 
lications which have not been pu 


app it to 35 
US.C. ike desganered inbveseliinags Mieemey Ho 
information will be given by the Office respecting the filing 
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by any particular person of an application for a patent, the 
pendency of any particular case before it, or the subject matter 
of any ion, nor will access be given to or 
copies of any pending ee or papers relating 
thereto, without written authority in that particular application 
alan Git coolionion bas tems iaeatlied by" Oaeutention 
unless the application has been identified 7 

number or serial number P-and filing date in a published 
patent document P, a U.S. published application, or Pa 
published international application in which the United States 
of America has been indicated as a Designated State fin a 
published international application], in which case status infor- 
mation such as whether it is pending, abandoned, or patented 
may be supplied, Por unless the application claims the benefit 
of the filing date of an application that has been referred to in a 
U.S. published application or patent, or identified by application 
number or serial number and filing date in a published patent 
document or a published international application in which the 
United States of America has been indicated as a Designated 
State, in which case the application number, filing date, and 
status information such as whether it is pending, abandoned, 
or ——- may be supplied, or unless it shall be necessary 
to the proper conduct of business before the Office or as pro- 
vided by this part. Where an application has been patented, the 
patent number and issue date may also be supplied. 

(b) [Except as provided in § 1.11(b), abandoned] ®Aban- 
doned<4 applications which have not been published pursuant 
to 35 U.S.C. 122(b)4 are likewise not open to public inspection, 
except Pas provided in § 1.11(b) and as set forth below. 
[that if] ®If< an application referred to in a U.S. published 
application or patent, application open to public inspection 
pursuant to this section, application which claims the benefit 
of the filing date of an application open to public inspection 
pursuant to this section, or in an application in which the 
applicant has filed an authorization to open the complete appli- 
cation to the public, is abandoned and is available, it may be 
inspected or copies obtained by any person on written request, 
without notice to the applicant. Complete applications (§ 
1.51(a)) which are abandoned P and have not been published 
pursuant to 35 U.S.C. 122(b)<4 may be destroyed after 20 years 
from their filing date, except those to which particular attention 
has been called and which have been marked for preservation. 
Abandoned applications will not be returned. 


see 


(e) Any request by a member of the public seeking access 
to, or copies of, any pending or abandoned application preserved 

in confidence [secrecy] pursuant to paragraphs (a) and (b) 
of this section, or any papers relating thereto, must 

(1) Be in the form of a petition and be accompanied by the 
petition fee set forth in § 1.17(i), or 

(2) Include written authority granting access to the member 
of the public in that particular application from the applicant 
or the applicant’s assignee or attorney or agent of record. 


9. Section 1.16 is proposed to be amended by revising para- 
graphs (a) and (g)-(h) to read as follows: 


§ 1.16 National application filing fees 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant cases: 


By a small entity (§ 1.9(f)) $390.00 [$365.00] 
By other than a small entity 780.004 [730.00] 


(g) Basic fee for filing each plant application, except provi- 
sional applications: 


4 a small entity (§1.9(f)) 
y other than a small entity 


——s [245.00] 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f) > 390.004 [365.00] 
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By other than a small entity 


780.00 [730.00] 


10. Section 1.17 is proposed to be amended by revising para- 
graph (i) and adding new paragraphs (t) and (u) to read as 
follows: 


§ 1.17 Patent application processing fees 


see 


(i) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this 


12 - for access to an assignment record. 
14 - for access to an application. 
.53 - to accord a filing date. 
.55 - for entry of late priority papers. 
.60 - to accord a filing date. 
.62 - to accord a filing date. 
.97(d) - to consider an information disclosure statement. 
102 - to make application special 
103 - to suspend action in application. 
177 - for divisional reissues to issue separately. 
.312 - for amendment after payment of issue fee. 
.313 - to withdraw an application from issue. 
1.306(d) - for early publication of an application. 
1.306(e) - to defer publication of an application. 4 
§ 1.314 - to defer issuance of a patent. 
§ 1.666(b) - for access to interference settlement agreement. 
P§ 1.701(f) - for patent term extension based upon adminis- 
trative delay not specifically provided for.<4 
§ 3.81 - for patent to issue to assignee, assignment sub - 
mitted after payment of the issue fee. 


STURM to I etam Eten te ah ora aos 
en een ee 


P(t) For filing a protest under § 1.291 in an application after 
the date the application was published 220.00 
(u) For the acceptance of a late claim for priority under 35 

U.S.C. 119(a)-(d) or for acceptance of a late claim for the 

benefit of a prior application under 35 U.S.C. 119(e), 120 or 

121 filed during the pendency of the application.... 1500.00¢ 


11. Section 1.18 is proposed to be amended by revising para- 
graphs (a) and (c) to read as follows: 


§ 1.18 Patent Issue Fees 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


$640.00 [$605.00] 
> 1280.00 [1210.00] 


(c) Issue fee for issuing a plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


12. Section 1.19 is proposed to be 
graphs (a)-(d) to read as follows: 


§ 1.19 Document supply fees. 


The Patent and Trademark Office will supply copies of the 
following documents upon payment of the fees indicated: 


330.004 [305.00] 
660.004 [610.00] 


amended by revising para- 


(a) Uncertified copies of patents P, one application 
notices, and technical contents publications: 


(1) Printed copy of a Ppatent application notice, patent, 
including a design patent, statutory invention registration, or 
defensive publication document, except plant or statutory 
invention registration containing color drawing: 
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(i) Regular service y 

(ii) Overnight delivery to PTO Box or overnight fax ...6.00 

(iii) Expedited service for copy ordered by expedited mail 
or fax delivery service and delivered to the customer oe 


(2) Printed copy of a plant patent in color 4 

(3) Copy of a utility patent or statutory invention registration 
containing color drawing (see § 1.84(a)(2)) 24.00 

(4) Copy of a technical contents publication ......... 9.004 


(b) Certified and uncertified copies of Office documents: 


(1) Certified or uncertified copy of patent application as 
filed: 


...- 15.004 [12.00] 


(i) Regular service 
30.004 [24.00] 


(ii) Expedited local service 


(2) Certified or uncertified copy of published ie 
or patent-related file wrapper and contents 150.00 

(3) Certified or uncertified copy of Office records, per docu- 
ment P,< except those contained in a pending application 
and as otherwise provided in this section 25.00 

(4) Certified or uncertified copy of documents contained 
in a pending application: 


(i) First document contained in a pending 


(ii) For each commonly requested additional document con- 
tained in such pending application 25.00 


(5)<4 [(4)] For assignment records, abstract of title and certifi- 
cation, per published application or patent 25; 


(c) Library service (35 U.S.C. 13): For providing to libraries 
copies of all patents issued annually and technical contents 
publications published annually, per annum 

(d) For list of all United States published applications, < 
patents and statutory invention registrations in a 
IR ss iid esexis nsecsvscesissctnsndesesassnushiietbdbniehbessorasobeparseenah 3.00 


13. Section 1.20 is proposed to be amended by revising para- 
graphs (e)-(g) to read as follows: 


§ 1.20 Post-issuance fees 
seee8 

(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 


December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant 


By small entity (§ 1.9(f)) 
By other than a small entity 


510.004 [480.00] 
1020.00 [960.00] 


(f) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant 


By a small entity (§ 1.9(f)) 
By other than a small entity 


P 1010.00 [965.00] 
2020.00 [1930.00] 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after the original grant 


By a small entity (§ 1.9(f)) 
By other than a small entity 


see 


P 1510.00 [1450.00] 
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14. Section 1.24 is proposed to be revised to read as follows: 
§ 1.24 Coupons. 


Coupons in denominations of three dollars, for the purchase 
of patents, Ppatent application notices and technical contents 
publications, € designs, defensive publications, statutory inven- 
tion registrations, and trademark registrations are sold by the 
Patent and Trademark Office for the convenience of the general 
public; these coupons may not be used for any other 
The three-dollar coupons are sold individually and in Looltet 
50 for $150.00. Lapin ay gad oo lame aaa they may 
be transferred but cannot be redeemed. 


15. Section 1.51 is proposed to be amended by revising para- 
grapb (a)(1) to read as follows: 


§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commis- 
sioner of Patents and Trademarks. 


(1) A complete application filed under § 1.53(b)(1) com- 
prises: 


(i) A specification, including an abstract and a claim or 
claims, see §§ 1.71 to 1.77; 

(ii) An oath or declaration, see §§ 1.63 and 1.68; 

(iii) Drawings, when necessary, see §§ 1.81 to 1.85; and 

(iv) The prescribed filing fee, see § 1.16. 


16. Section 1.52 is proposed to be amended by is iv eel 
graphs (a)-(b) and (d) to read as follows: 


§ 1.52 Language, paper, writing, margins. 


wal) The application, any amendments or corrections — 
and the oath or declaration must be in the English languag: 
except as provided for in § 1.69 and peragrenh (4) of ties 
section, or be accompanied by a verified translation of the 
application and a translation of any corrections or amendments 
into the English language. All which are to become a 
part of the permanent records of the Patent and Trademark 
Office must be oe [written,] typed [, or printed] in perma- 
nent dark ink Pin portrait orientation on flexible, strong, 
smooth, non- shiny, durable and white paper. [or its equiva- 
lent in quality.] All of the application papers must be presented 
in a form having sufficient clarity and contrast between the 
— and the [writing,] typing [, or printing] thereon to permit 
the direct reproduction of readily legible copies in any number 
by use of photographic, electrostatic, photo-offset, and micro- 
filming processes P-and electronic reproduction by use of “ge 
g and character recognition. If the papers 


imaging and optical c 
not of the required quality, substitute typewritten fos are ay 
papers of suitable quality P will [may] be required. 
1.125 for filing substitute typewritten papers constituting : 
substitute specification. 

(b) Except for drawings, _——o application papers 


(specification, including claims, oath or declaration, 
and papers as provided for in §§ 1.42, 1.43, 1.47, etc.) and 
also papers subsequently filed, must be plainly — 
[written] on but one side of the paper P, with the abstract and 
claims set forth on a sheet. See §§ 1.72(b) and 
1.75(h) <4. The [size of all] sheets of paper must be the same 
size and either 21.0 cm. by 29.7 cm. (DIN size A4) or 21.6 
cm. by 27.9 cm. (8 1/2 by 11 inches).< [should be 8 to 8 1/ 
2 by 10 1/2 to 13 inches (20.3 to 21.6 cm. by 26.6 to 33.0 
cm.).] Each sheet must include a top margin of at least 2.0 
cm. (3/4 inch), a left side margin of at least 2.5 cm. (1 inch), 
a right side margin of at least 2.0 cm. (3/4 inch), and a bottom 
duns ditenedaaienas 
provided in the sheets.<4 [A margin of at least 

one inch (2.5 cm.) must be reserved on the left- poe 
page. The top of each of the application, including claims, 
must have a margin of at least approximately 3/4 inch (2 cm.).] 
The lines must [not be crowded too closely together; typewritten 
lines should] be 1 1/2 or double spaced. The pages of the 
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application including claims and abstract > must [should] be 
numbered consecutively, starting with 1, the numbers 
centrally located above or preferably, below, the text. PSee 
1.84 for drawings. <4 


eee88 


(d) An application may be filed in a language other than 
English. A verified English translation of the non-English- 
language application and the fee set forth in § 1.17(k) are 
required to be filed with the application or within such time 
period as may be set by the Office. The period for filing 
tee English translation cannot be extended pursuant 
to § 1.136(a). 


17. Section 1.53 is proposed to be amended by revising para- 
graph (d)(1) to read as follows: 


ey Serial Number, filing date, and completion of applica- 


ese¢ee8 


(d)(1) If an application which has been accorded a filing 
date pursuant to (b)(1) of this section does not include 
the appropriate filing fee ,<[orjan oath or declaration by the 
applicant, an abstract on a separate sheet, claims on a separate 
sheet, papers typed on but one side of the paper, or application 
papers or sheets of drawings of sufficient clarity, contrast, 
and quality, and in the proper size and format for electronic 
reproduction, applicant will be so notified, if a correspon- 
dence address has been provided ®. The applicant will be 
[and] given a period of time within which to P correct the 
deficiencies [file the fee, oath or declaration] and to pay the 
surcharge as set forth in § 1.16(e) Pif the application did not 
include the basic filing fee or the oath or declaration by the 
applicant<4 in order to prevent abandonment of the application. 
A copy of the “Notice to File Missing Parts” form mailed to 
applicant should accompany any response thereto submitted to 
the Office. If the required filing fee is not timely paid, or if 
the processing and retention fee set forth in § 1.21(1) is not 
pl i ae Soe ae Load aan 
required by this paragraph, the application will be disposed of. 
No copies will be provided or certified by the Office of an 
application which has been disposed of or in which neither the 
required basic filing fee nor the processing and retention fee 
has been paid. The notification pursuant to this paragraph may 
be made simultaneously with any notification pursuant to para- 
graph (c) of this section. If no correspondence address is 
included in the application, applicant has two months from the 
filing date to file the basic filing fee, oath or declaration P, 
abstract or claims on a separate sheet, typed on but one 
side of the paper, papers and sheets of drawings of sufficient 
clarity, contrast, and quality and in the proper size and format 
for electronic 4 and to pay the surcharge as set 
forth in § 1.16(e) if the application did not include the basic 
filing fee or the oath or declaration by the applicant in order 
to prevent abandonment of the application; or, if no basic filing 
fee has been paid, one year from the filing date to pay the 
processing and retention fee set forth in § 1.21(1) to prevent 
disposal of the application. The period for filing an abstract 
and claims on a separate sheet, and a substitute specification 
and sheets of drawings of sufficient clarity, contrast, and quality 
and in the proper size and format for electronic reproduction 
cannot be extended pursuant to § 1.136(a).4 


esee¢8 


18. Section 1.54 is proposed to be amended by revising para- 
graph (b) to read as follows: 


§ 1.54 Parts of application to be filed together; filing receipt. 


(b) icant will be informed of the application [serial] 
number ,< [and] filing date ®, and projected publication 


date by a filing receipt. 
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19. Section 1.55 is proposed to be amended by revising para- 
graph (a) and adding paragraphs (c)-(d) to read as follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim 
the benefit of the filing date of a prior foreign application under 
the conditions specified in 35 U.S.C. 119 (a)-(d) and 172. The 
claim to priority under 35 U.S.C. 1724 need be in no special 
form and may be made by the attorney or agent if the foreign 
application is referred to in the oath or declaration as required 
by § 1.63. ® The claim to priority under 35 U.S.C. 119(a)-(d) 
must be presented within two months of filing or fourteen 
months from the filing date of the prior foreign application, 
whichever is later, must identify the prior a application 
by specifying its application number, country, and the day, 
add ant quis-of te Giles, and may be made by the attorney 
or agent if the foreign application is referred to in the oath or 
declaration as required by § 1.63.<4 The [claim for priority and 
the] certified copy of the foreign application specified in 35 
U.S.C. 119(b) must be filed in the case of an interference (§ 
1.630), when necessary to overcome the date of a reference 
relied upon by the examiner, when specifically required by the 
examiner, and in all other cases, before the patent is granted. 
If the [claim for priority or the] certified copy of the foreign 
application is filed after the date the issue fee is paid, it must 
be accompanied by a petition requesting entry and by the fee 
set forth in § 1.17(i). If the certified copy filed is not in the 
English language, a translation need not be filed except in the 
case of interference; or when necessary to overcome the date 
of a reference relied upon by the examiner; or when specifically 
required by the examiner, in which event an English language 
translation must be filed together with a statement that the 
translation of the certified copy is accurate. The statement must 
a. ee 
practice before the Patent and Trademark Office 


esee88 


P(c) If a claim to priority under 35 U.S.C. 119(a)-(d) is 
presented after the time period provided by paragraph (a) of 
this section, the claim may be accepted if the claim identifying 
the prior foreign application by specifying its application 
number, country, and the day, month and year of its filing is 
filed during the pendency of the application and the delay in 
stating the claim was unintentional. A petition to accept a 
delayed claim to priority under 35 U.S.C. 119(a)-(d) must be 
accompanied by: 


(1) The surcharge set forth in § 1.17(u); and, 

(2) A statement that the delay was unintentional. The state- 
ment must be a verified statement if made by a person not 
registered to practice before the Patent and Trademark Office. 
The Commissioner may require additional information where 
there is a question whether the delay was unintentional. 


(d) The time periods set forth in this section cannot be 
extended. <4 


20. Section 1.58 is proposed to be amended by removing and 
paragraph (b) and revising paragraph (c) to read as 


reserving 
follows: 
§ 1.58 Chemical and mathematical formulas and tables. 


see 


(b) ® [Reserved] [All tables and chemical and mathemat- 
ical formulas in the specification, including claims, and amend- 
ments thereto, must be on paper which is flexible, strong, white, 
smooth, non-shiny, durable in order to permit use as camera 
copy when printing any patent which may issue. A good grade 
of bond paper is acceptable; watermarks should not be promi- 
nent. India ink or its equivalent, or solid black typewriter, 
should be used to secure perfectly black solid lines.} 

(c) To facilitate camera copying when printing, the width 
of formulas and tables as ies should be limited normally 
to 12.7 cm. (5 inches) [5 inches (12.7 cm.)] so that it may 
appear as a single column in the printed patent. [If it is not 
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possible to limit the width of a formula or table to 5 inches 
(12.7 cm.), it is permissible to present the formula or table 
with a maximum width of 10 3/4 inches (27.3 cm.) and to 
place it sideways on the sheet.] Typewritten characters used 
in such formulas and tables must be from a block (nonscript) 
type font or lettering style having capital letters which are at 
least P2.1 mm. (0.08 inch) [0.08 inch (2.1 mm.)] high (e.g., 
elite type). [Hand lettering must be neat, clean, and have a 
minimum character height of 0.08 inch (2.1 mm.)]. A space at 
least P.64 cm. (1/4 inch) [1/4 inch (6.4 mm.)] high should 
be provided between complex formulas and tables and the text. 
Tables should have the lines and columns of data closely spaced 
to conserve space, consistent with high degree of legibility. 


21. Section 1.60 is proposed to be amended by revising para- 
graph (d) to read as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed in a prior application. 


(d) If an application filed pursuant to paragraph (b) of this 
section is otherwise complete, but does not include the appro- 
priate filing fee, a true copy of the oath or declaration from 
the prior complete application, showing the signature or an 
indication it was signed, Por the prior application did not 
include an abstract and claims on a separate sheet, and applica- 
tion papers typed on but one side of the paper with application 
papers or sheets of drawings of sufficient clarity, contrast, or 
quality in the proper size and format for electronic reproduc- 
tion, a filing date will be granted and applicant will be so 
notified and given a period of time within which to file the 
fee, or the true copy of the oath or declaration P, an abstract 
and claims on a separate sheet, substitute specification in com- 
pliance with § 1.125 with papers typed on but one side of the 
paper and sheets of drawings, each of the substitute specifica- 
tion and sheets of drawings of sufficient clarity, contrast, and 
quality and in the proper size and format for electronic repro- 
duction, and to pay the surcharge as set forth in § 1.16(e) 
P if the application did not include the basic filing fee or the 
copy of the oath or declaration from the prior application in 
order to prevent abandonment of the application. The notifica- 
tion pursuant to this paragraph may be made simultaneously 
with any notification pursuant to paragraph (c) of this section. 
The period for filing an abstract and claims on a separate 
sheet and a substitute specification and sheets of drawings of 
sufficient clarity, contrast, and quality for electronic reproduc- 
tion cannot be extended pursuant to § 1.136(a).<4 


22. Section 1.62 is proposed to be amended by revising para- 
graphs (d)-(f) to read as follows: 


§ 1.62 File wrapper continuing procedure. 


(d) If an application which has been accorded a filing date 
pursuant to paragraph (a) of this section does not include the 
appropriate basic filing fee pursuant to paragraph (b) of this 
section, or an oath or declaration by the applicant in the case 
of a continuation-in-part application pursuant to paragraph (c) 
of this section, Por any substitute specification and drawings 
pursuant to subparagraph (e)(2) of this section, <4 applicant will 
be so notified and given a period of time within which to file 
the fee, oath[,Jor declaration P, substitute specification, and 
drawings and to pay the surcharge as set forth in § 1.16(e) 
P if the application did not include the basic filing fee or oath 
or declarationf in order to prevent abandonment of the applica- 
tion. The notification pursuant to this paragraph may be made 
simultaneously with any notification of a defect pursuant to 
paragraph (a) of this section. ® The period for filing a substitute 
specification cannot be extended pursuant to § 1.136(a).<4 

(e)®(1)<4 an application filed under this section will utilize 

file wrapper and contents of the prior application to consti- 
tute the new continuation, continuation-in-part, or divisional 
application but will be assigned a new application [serial] 
number. Changes to the prior application must be made in the 
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form of an amendment to the prior application as it exists at 
the time of filing the application under this section. 

(2) No copy of the prior [application or new] specifica- 
tion Por drawings is required P, unless the application is a 
continuation-in-part application containing any additional dis- 
closure, in which case a substitute specification in compliance 
with § 1.125 and drawings are required. Any new specification 
filed will not be considered part of the original application 
papers, but will be treated as a substitute specification in accor- 
dance with § 1.1254. [The filing of such a copy or specification 
will be considered i , and a filing date as of the date 
of deposit of the request for an application under this section 
will not be granted to the application unless a petition with the 
fee set forth in § 1.17(i) is filed with instructions to cancel the 
copy or specification.] 

(f) The filing of an application under this section will be 
construed to include a waiver of confidence [secrecy] by 
the applicant under 35 U.S.C. 1222>(a)4 to the extent that any 
member of the public who is entitled under the provisions of 
$< [37 CFR] 1.14 to access to, or information concerning 
either the prior application or any continuing application filed 
under the provisions of this section may be given similar access 
to, or similar information concerning, the other application(s) 
in the file wrapper. 


seee8 


23. Section 1.72 is proposed to be amended by revising para- 
graph (b) to read as follows: 


§ 1.72 Title and abstract. 


(b) A brief abstract of the technical disclosure in the specifi- 
cation must be set forth on a separate sheet, preferably prior 
to the first page of the specification [following the claims] 
under the heading “Abstract of the Disclosure”. The purpose 
of the abstract is to enable the Patent and Trademark Office 
and the public generally to determine quickly from a cursory 
inspection the nature and gist of the technical disclosure. The 
abstract shall not be used for interpreting the scope of the 
claims. 


24. Section 1.75 is proposed to be amended by revising para- 
graph (g) and adding paragraphs (h) and (i) to read as follows: 


§ 1.75 Claim(s). 


see 


(g) ® The least restrictive claim should be presented as claim 
number 1, and all<4 [All] dependent-claims should be grouped 
together with the claim or claims to which they refer to the 
extent possible. 


}(h) The claim or claims must be set forth on a separate 
sheet. 


(i) Where a claim sets forth a plurality of elements or steps, 
each element or step of the claim should be separated by a line 
indentation. 


25. Section 1.77 is proposed to be revised to read as follows: 


§ 1.77 Arrangement of application elements. 


P>(a)<4 The elements of the application P, if applicable, 4 
should appear in the following order: 


[(a)] (1) Utility Application Transmittal Form. 
(2) Fee Transmittal Form. 


(3) Abstract of the disclosure. 

(4)<4 Title of the invention; or an introductory portion stating 
the name, citizenship, and residence of the applicant, and the 
title of the invention may be used. 
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ee Cross-reference to related applications [, if 
any]. 


(6) [(2)] Statement regarding federally sponsored 
research or development. 


(7)<4 Reference to a “Microfiche appendix” [if any]. 


(See § 1.96 ®(c)< [(b)]). The total number of microfiche 
and total number of frames should be specified. 


P>(8)<4 [(d)] ® Background of the invention 
(9)<4 brief summary of the invention. 


(10) [(e)] Brief description of the several views of the 
drawing [, if there are drawings]. 


(11) [(f)] Detailed description. 
(12) [(g)} Claim or claims. 


&(13)<4 [(h) Abstract of the disclosure. 
(i) Signed oath or declaration. 
(j)] Drawings. 


(14) Executed oath or declaration. 
(15) Sequence Listing (See § 1.821 et seq.). 


(b) The elements set forth in subparagraphs (a)(3)-(a)(6), 
(a)(8)-(a)(12) and (a)(15) should appear in upper case, without 
underlining or bold type, as section headings. If no text follows 
the section heading, with the phrase “Not Applicable” should 
follow the section heading. <4 


26. Section 1.78 is proposed to be amended by revising para- 
graphs (a) and (c)-(d) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or international applications designating the United 
States of America. In order for a nonprovisional application to 
claim the benefit of a prior filed copending nonprovisional 
application or international application designating the United 
States of America, each prior application must name as an 
inventor at least one inventor named in the later filed nonprovi- 
sional application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first of 
35 U.S.C. 112. In addition, each prior application must be: 


(i) complete as set forth in § 1.51(a)(1); or 

(ii) entitled to a filing date as set forth in § 1.53(b)(1), § 
1.60 or § 1.62 and include the basic filing fee set forth in § 
1.16; or 

(iii) entitled to a filing date as set forth in § 1.53(b)(1) and 
have paid therein the processing and retention fee set forth in 
§ 1.21() within the time period set forth in § 1.53(d)(1). 


(2) Any nonprovisional application claiming the benefit of 
one or more prior filed copending nonprovisional applications 
or international applications designating the United States of 
America must >, within two months of filing or within fourteen 
months of the filing date of the prior application, whichever 
is later,<4 contain or be amended to contain in the first sentence 
of the specification following the title a reference to each such 
prior application, identifying it by application number (con- 
sisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. Cross-references to other 
related applications may be made when appropriate. (See § 
1.14(b)). 

(3) A nonprovisional application other than for a design 
patent may claim an invention disclosed in one or more prior 
filed copending provisional applications. [Since a provisional 
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application can be pending for no more than twelve months, 
the last day of pendency may occur on a Saturday, Sunday, or 
Federal holiday within the District of Columbia which for 
'y would require the nonprovisional application to 
be filed prior to the Saturday, Sunday, or Federal holiday.] In 
order for a nonprovisional application to claim the benefit of 
one or more prior filed copending provisional applications, 
each prior provisional application must name as an inventor 
at least one inventor named in the later filed nonprovisional 
application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior provisional application 
must be: 


(i) complete as set forth in § 1.51(a)(2); or 
(ii) entitled to a filing date as set forth in § 1.53(b)(2) and 
include the basic filing fee set forth in § 1.16(k). 


(4) Any nonprovisional application claiming the benefit of 
one or more prior filed provisional applications must 


copending 
>, within two months of filing or within fourteen months of 
the filing date of the prior application, whichever is later, 
contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
provisional application, identifying it as a provisional applica- 
tion, and including the provisional application number (con- 


of series code and serial number). 

»>(5) If a claim to the benefit of any prior filed copending 
nonprovisional application or international application desig- 
nating the United States of America is presented in a nonprovi- 
sional application after the time period provided by 
subparagraph (a)(2) of this section, or if a claim to the benefit 
of any prior filed copending provisional application is presented 
in a nonprovisional application other than for a design patent 
after the time period provided by subparagraph (a)(4) of this 
section, the claim may be accepted in the application if the 
claim identifying the prior application by application number 
or international application number and international filing date 
is filed during the pendency of the application and the delay 
in stating the claim was unintentional. A petition to accept a 
delayed claim to the benefit of a prior filed copending applica- 
tion must be accompanied by: 


(i) The surcharge set forth in § 1.17(u); and, 

(ii) A statement that the delay was unintentional. The state- 
ment must be a verified statement if made by a person not 
Sane 

The Commissioner may require additional information where 
there is a question whether the delay was unintentional. 


(6) The time periods set forth in this paragraph cannot be 
extended. 4 


(c) Where an [two or more] application[s,]>or a patent 
under reexamination [or an application] and P-an application 
or a patent naming different inventors Pare [and] owned 
by the same party Pand-4 contain conflicting claims, and there 
is no statement of record indicating that the claimed inventions 
were commonly owned or subject to an obligation of assignment 
to the same person at the time the later invention was made, 
the assignee may be called upon to state whether the claimed 
inventions were commonly owned or subject to an obligation 
of assignment to the same person at the time the later invention 
was made, and if not, indicate which named inventor is the prior 
inventor. In addition to making said statement, the assignee 
may also explain why an interference should or should not be 
declared. 


(d) Where an application or a patent under reexamination 
claims an invention which is not patentably distinct from an 
invention claimed in a commonly owned patent with the same 
or a different inventive entity, a double patenting rejection will 
ene 

PA non-statutory< [An obviousness-type] double patenting 
rejection may be obviated by filing a terminal disclaimer in 
accordance with § 1.321(b). 
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27. Section 1.84 is proposed to be amended by revising para- 
graphs (c), (f)-(g), (j) and (x) to read as follows: 


§ 1.84 Standards for drawings. 


ses 


(e) Identification of drawings. Identifying indicia, if _ 
vided, should include the application number or the title of the 
invention, inventor’s name, docket number (if any), and the 
name and telephone number of a person to call if the Office 
is unable to match the drawings to the proper application. This 
information should be placed on the back of each sheet of 
drawings a minimum distance of 1.5 cm. (5/8 inch) down from 
the top of the page. P In addition, a reference to the application 
number, or, if an application number has not been assigned, 
the inventor’s name, may be included in the left-hand corner, 
provided that the reference appears within 1.5 cm. (9/16 inch) 
from the top of the sheet. 


eee28 


(f) Size of paper. All drawing sheets in an application must 
be the same size. One of the shorter sides of the sheet is regarded 
as its top. The size of the sheets on which drawings are made 
must be: 


{(1) 21.6 cm. by 35.6 cm. (8 1/2 by 14 inches), 

(2) 21.6 cm. by 33.1 cm. (8 1/2 by 13 inches), 

(3) 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches), or 

(4)] (1) 21.0 cm. by 29.7 cm. (DIN size A4) P, or 
(2) 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches)<. 


(g) Margins. The sheets must not contain frames around the 
sight; ie., the usable surface[.]>, but should have scan target 
— i.e., cross-hairs, printed on two catercorner margin cor- 
ners. [The following margins are required: 


(1) On 21.6 cm. by 35.6 cm. (8 1/2 by 14 inches) drawing 
sheets, each sheet must include a top margin of 5.1 cm. G 
inches), and bottom and side margins of .64 cm. (1/4 inch) 
from the edges, thereby leaving a sight no greater than 20.3 
cm. by 29.8 cm. (8 by 11 3/4 inches). 

(2) On 21.6 cm. by 33.1 cm. (8 1/2 by 13 inches) drawing 
sheets, each sheet must include a top margin of 2.5 cm. a 
inch) and bottom and side margins of .64 cm. (1/4 inch) from 
the edges, thereby leaving a sight no greater than 20.3 cm. by 
29.8 cm. (8 by 11 3/4 inches). 

(3) On 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) drawing 
sheets, each sheet must include a top margin of 2.5 cm. (1 
inch) and bottom and side margins of ‘Gani cm. (1/4 inch) from 
the edges, thereby leaving a sight no greater than 20.3 cm. by 
24.8 cm. (8 by 9 3/4 inches). 

(4) On 21.0 cm. by 29.7 cm. (DIN size A4) drawing sheets, 
each] Each sheet must include a top margin of at least 2.5 
cm. (1 inch)<, a left side margin of Pat least 2.5 cm. P(1 
inch), a right side margin of Pat least 1.5 cm. (9/16 
inch), and a bottom margin of Pat least 1.0 cm. (3/8 
inch), thereby leaving a sight no greater than 17.0 cm. by 
26.2 cm Pon 21.0 cm. by 29.7 cm. (DIN size A4) drawing 
sheets, and a sight no greater than 17.6 cm. by 24.4 cm. (6 15/ 
16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) 
drawing sheets. 


esee2e8 


(j) View for Official Gazette. One of the views should be 
suitable for publication in the Official Gazette ®, the patent 
application notice, and the Gazette of Patent Application 
Notices as the illustration of the invention. 


(x) Holes. ®No holes should be provided in the drawing 
sheets.<4 [The drawing sheets may be provided with two holes 
in the top margin. The holes should be equally spaced from 
the respective side edges, and their center lines should be spaced 
7.0 cm. (2 3/4 inches) apart.} 
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(See § 1.152 for design drawings, § 1.165 for plant drawings, 
and § 1.174 for reissue drawings.) 


28. Section 1.85 is proposed to be amended by revising para- 
graph (a) to read as follows: 


§ 1.85 Corrections to drawings. 


(a) The requirements of § 1.84 relating to drawings will be 
strictly enforced. A drawing not executed in conformity thereto, 
if suitable for P electronic reproduction Pby digital 
imaging , may be admitted for examination but in such case 
a new drawing must be furnished. 


29. Section 1.96 is proposed to be revised to read as follows: 
§ 1.96 Submission of computer program listings. 


(a) Descriptions of the operation and general content of 
computer program listings should appear in the description 
portion of the specification >.< a computer program listing 
for the purpose of P this section [these rules] is defined as 
a printout that lists in appropriate sequence the instructions, 
routines, and other contents of a program for a computer. The 
program listing may be either in machine or machine-indepen- 
dent (object or source) language which will cause a computer 
to perform a desired procedure or task such as solve a problem, 
regulate the flow of work in a computer, or control or monitor 
events. Computer program listings may be submitted in patent 
applications Pas set forth in paragraphs (b) and (c) of this 
section. [in the following forms:] 


»>(b)<4 [(a)] Material which will be printed in the patent. If 
the computer program listing is contained on 10 printout pages 
or less, it must be submitted either as drawings or as part of 
the specification. 


(1) Drawings. The listing may be submitted in the manner 
and complying with the requirements for drawings as provided 
in § 1.84. 

At least one figure numeral is required on each sheet of 
drawing. 


(2) Specification. (i) The listing may be submitted as part 
of the specification in accordance with the provisions of § 1.52, 
at the end of the description but before the claims. 


(ii) ® Any [The] listing [may be] submitted as part of the 
specification [in the form of computer printout.sheets (com- 
monly 14 by 11 inches in size) for use as “camera ready copy” 
when a patent is subsequently printed. Such computer printout 
sheets] must be original copies from the computer with dark 
solid black letters not less than 0.21 cm high, on white, unshaded 


and unlined paper, [the printing on each sheet must be limited. 


to an area 9 inches high by 13 inches wide,] and the sheets 
should be submitted in a protective cover. [When printed in 
patents, such computer printout sheets will appear at the end 
of the description but before the claims and will usually be 
reduced about 1/2 in size with two printout sheets being printed 
as one patent specification page.] Any amendments must be 
made by way of submission of a substitute sheet .<4 [if the 
copy is to be used for camera ready copy.] 


P(c)<4 [(b)] As an appendix which will not be printed. If a 
computer program listing printout is 11 or more pages long, 
applicants must [may] submit such listing in the form of 
microfiche, referred to in the specification (see § 1.77 (a)(7)4 
[(c)(2)]). Such microfiche filed with a patent application is to 
be referred to as a “microfiche appendix.” The “microfiche 
appendix” will not be part of the printed patent. Reference in 
the application to the “microfiche appendix” must [should] 
be made at the beginning of the specification at the location 
indicated in § 1.77 (a)(7)4 [(c)(2)]. Any amendments thereto 
must be made by way of revised microfiche. [All computer 
program listings submitted on paper will be printed as part of 
the patent.] 
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(1) Availability of appendix. Such computer program listings 
on microfiche will be available to the public for inspection, 
and microfiche copies thereof will be available for purchase 
with the file wrapper and contents, after a patent based on such 
application is granted or the application is otherwise made 
publicly available. 


(2) Submission requirements. ® Except as modified or clari- 
fied below, computer-generated<4 [Computer-generated] infor- 
mation submitted as Pa “microfiche ix” 4 [an appendix] 
to an application [for patent] shalt be in [the form of microfiche 
in} accordance with the standards set forth in the following 
American National Standards Institute (ANSI) or National 
Micrographics Association (NMA) standards (Note: As new 
editions of these standards are published, the latest shall apply): 


ANSI PH 1.28-1976-Specifications for ic Film 
for Archival records, Silver-Gelatin Type, on Cellulose Ester 
Base. 

ANSI PH 1.41-1976 Specifications for Photographic Film 
for Archival Records, Silver-Gelatin Type, on Polyester 
Base. 

NMA-MSI (1971) Quality Standards for Computer Output- 
Microfilm. 

ANSI/NMA MS2 (1978) Format and Coding Standards for 
Computer Output Microfilm. 

NMA MSS (ANSI PH 5.9-1975) Microfiche of Documents. 
ANSI PH 2.19 (1959)-Diffuse Transmission Density. 


[except as modified or clarified below:] 


(i) [Either] Computer-Output-Microfilm (COM) output for 
copies of photographed paper copy] may be submitted Pin 
accordance with either [. In the former case,] NMA }stand- 
ard<4 [standards] MS1 Por<4 [and] MS2 ®.<¢ [apply; in the 
latter case, standard MSS applies.) 

(ii) Film submitted shall be first generation (camera film) 
negative appearing microfiche (with emulsion on the back side 
of the film when viewed with the images right reading). 

(iii) Reduction ratio of microfiche submitted should be 24:1 
or a similar ratio where variation from said ratio is required in 
order to fit the documents into the image area of the microfiche 
format used. 

(iv) Film submitted shall have a thickness of at least 0.13 
mm (.005 inches) [.005 inches (0.13 mm)] and not more than 
0.23 mm (.009 inches) [.009 inches (0.23 mm)] for either 
cellulose acetate base or polyester base type. 

(v) Both microfiche formats Al (98 frames, 14 columns x 
7 rows) and A3 (63 frames, 9 columns x 7 rows) which are 
described in NMA standard MS2 (A1 is also described in MS5) 
are acceptable for use in preparation of microfiche submitted. 

(vi) At least the left-most 1/3 (50 mm x 12 mm) of the 
header or title area of each microfiche submitted shall be clear 
or positive appearing so that the Patent and Trademark Office 
can apply ® appiication4 [serial] number and filing date thereto 
in an eye-readable form. The middle portion of the header 
shall be used.by applicant to apply an eye-readable application 
identification such as the title and/or the first inventor’s name. 
The attorney’s docket number may be included. The final right- 
hand portion of the microfiche shall contaimsequence in-forma- 
tion for the microfiche, such as 1 of 4, 2 of 4, etc. 

(vii) Additional requirements which apply specifically to 
microfiche of filmed paper copy: 


(A) The first frame of each microfiche-submitted shall contain 
a standard test target which contains five NBS Micro-copy 
Resolution Test Charts (No.1010A), one in the center and one in 
each corner. See illustration on.page 2 of NMA Recommended 
Practice MS 104, Inspection and Quality Control of First Gener- 
ation Silver Halide Microfilm. See also paragraph 7 of NMA- 
MSS. 

(B) The second frame of each microfiche submitted must 
contain a fully descriptive title and the inventor’s name as filed. 

(C) The pages or lines appearing on the microfiche frames 
should be consecutively numbered. 

(D) Pagination of the microfiche frames shall be from left 
to right and from top to bottom. 

(E) Ata reduction of 24:1 resolution of the original microfilm 
shall be at least 120 lines per mm (5.0 target) so that reproduc- 
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tion copies may be expected to comply with provisions of 
paragraph 7.1.4 of NMA Standard MSS. 

(F) Background density of negative appearing camera master 
microfiche of filmed paper documents shall be within the range 
of 0.9 to 1.2 and line density should be no greater than 0.08. 
The density shall be visual diffuse density as measured using 
the method described in ANSI Standard PH 2.19. 

(G) An index, when included, should appear in the last frame 
(lower right hand corner when data is right-reading) of each 
microfiche. See NMA-MSS, paragraph 6.6. 


(viii) Microfiche generated by Computer Output Microfilm 
(COM). 


(A) Background density of negative-appearing COM-gener- 
ated camera master microfiche shall be within the range of 1.5 
to 2.0 and line density should be no greater than 0.2. The 
density shall be visual diffuse density as described in ANSI 
PH2.19. 

(B) The first frame of each microfiche submitted should 
contain a resolution test frame in conformance with NMA 
standard MS1. 

(C) The second frame of each microfiche submitted must 
contain a fully descriptive title and the inventor’s name as filed. 

(D) The pages or lines appearing on the microfiche frames 
should be consecutively numbered. 

(E) It is preferred that pagination of the microfiche frames 
be from left to right and top to bottom but the alternative, i.e., 
from top to bottom and from left to right, is also acceptable. 

(F) An index, when included, should appear on the last frame 
(lower right hand corner when data is right reading) of each 
microfiche. 

(G) Amendment of microfiche must be made by way of 
replacement microfiche. 


30. Section 1.97 is proposed to be amended by revising para- 
graphs (a)-(d) to read as follows: 


§ 1.97 Filing of an information disclosure statement. 
(a) In order for an applicant for patent or for reissue of a 


patent, or an owner of a patent under reexamination to have 
information considered by the Office during the pendency of 
a patent application, an information disclosure statement in 
compliance with § 1.98 should be filed in accordance with this 
section. 

(b) An information disclosure statement shall be considered 
by the Office if filed by the applicant or patent owner: 


(1) Within three months of the filing date of a national 
lication; 
(2) Within three months of the date of entry of the national 
stage as set forth in § 1.491 in an international application; or 
(3) Before the mailing date of a first Office action on the 
merits, whichever event occurs last. 


(c) An information disclosure statement shall be considered 
by the Office if filed by the applicant or patent owner4 after 
the period specified in paragraph (b) of this section, but before 
the mailing date of either: 


(1) A final action under § 1.113 or 

(2) A notice of allowance under § 1.311,whichever occurs 
first, provided the statement is accompanied by either a certifi- 
cation as specified in paragraph P(e) [(3)] of this section or 
the fee set forth in § 1.17(p). 


(d) An information disclosure statement shall be considered 
by the Office if filed by the applicant or patent owner after 
the mailing date of either: 


(1) A final action under § 1.113 or 

(2) A notice of allowance under § 1.311, whichever occurs 
first, but before payment of the issue fee, provided the statement 
is accompanied by: 

(i) A certification as specified in paragraph (e) of this section, 

(ii) A petition requesting consideration of the information 
disclosure statement, and 
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(iii) The petition fee set forth in § 1.17(i). 


31. Section 1.98 is proposed to be amended by revising para- 
graphs (a)-(b) to read as follows: 


§ 1.98 Content of information disclosure statement. 


(a) Any information disclosure statement filed under § 1.97 
shall include: 


(1) list of all patents, publications or other information sub- 
mitted for consideration by the Office; 
(2) A legible copy of: 


(i) Each U.S. P patent application notice, technical contents 
publication and U.S.<4 and foreign patent; 

(ii) Each publication or that portion which caused it to be 
listed; and 

(iii) All other information or that portion which caused it to 
be listed, except that no copy of Pan unpublished4[a]U.S. 
patent application need be included; and 


(3) A concise explanation of the relevance, as it is presently 
understood by the individual designated in § 1.56(c) most 
knowledgeable about the content of the information, of each 
patent, publication, or other information listed that is not in 
the English language. The concise explanation may be either 
separate from the specification or incorporated therein. 


(b) Each U.S. patent listed in an information disclosure state- 
ment shall be identified by patentee, patent number and issue 
date. Each U.S. patent application notice or technical contents 
publication listed in an information disclosure statement shall 
be identified by applicant, patent application notice number or 
technical contents publication number and publication date. <4 
Each foreign patent or published foreign patent application 
shall be identified by the country or patent office which issued 
the patent or published the application, an appropriate document 
number, and the publication date indicated on the patent or 
published application. Each publication shall be identified by 
author (if any), title, relevant pages of the publication, date, 
and place of publication. 


32. Section 1.107 is proposed to be amended by revising para- 
graph (a) to read as follows: 


§ 1.107 Citation of references. 


(a) If domestic patents are cited by the examiner, their num- 
bers and dates, and the names of the patentees [, and the 
classes of inventions] must be stated. PIf domestic published 
applications are cited by the examiner, their technical contents 
publication number, publication date, and the names of the 
applicants must be stated.<4 If foreign published applications 
or patents are cited, their nationality or country, numbers and 
dates, and the names of the patentees must be stated, and such 
other data must be furnished as may be necessary to enable 
the applicant, or in the case of a reexamination proceeding, the 
patent owner, to identify the published applications or patents 
cited. In citing foreign published applications or patents, in 
case only a part of the document is involved, the particular 
pages and sheets containing the parts relied upon must be 
identified. If printed publications are cited, the author (if any), 
title, date, pages or plates, and place of publication, or place 
where a copy can be found, shall be given. 


see¢8 
33. Section 1.108 is proposed to be revised to read as follows: 
§ 1.108 Abandoned applications not cited. 


Abandoned applications as such will not be cited as refer- 
ences ®,< except those which Pare published applications 
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or have been opened to inspection by the public following 
a defensive publication. 


34. Section 1.131 is 
graph (a) to read as follows: 


§ 1.131 Affidavit or declaration of prior invention to over- 
come cited patent or publication. 


to be amended by revising para- 


(a)(1) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 102(a) or (e), or 35 
U.S.C. 103 based on a U.S. patent Por pending or patented 
published application to another which is prior art under 35 
U.S.C. 102 (a) or (e) and which substantially shows or describes 
but does not claim the same patentable invention, as defined 
in § 1.601(n), or on reference to a foreign patent P, an aban- 
doned U.S. published application, or to a printed publication, 
the inventor of the subject matter of the rejected claim, the 
owner of the patent under reexamination, or the party qualified 
under §§ 1.42, 1.43, or 1.47, may submit an appropriate oath 
or declaration to overcome the patent P, published applica- 
tion or publication. The oath or declaration must include facts 
showing a completion of the invention in this country or in a 
NAFTA or WTO member country before the filing date of the 
U.S. published application or the pew vot on which the 
U.S. patent issued, or before the date of the foreign patent, or 
before the date of the printed publication. When an appropriate 
oath or declaration is made, the patent P, published applica- 
tion or publication cited shall not bar the grant of a patent 
to the inventor or the confirmation of the patentability of the 
claims of the patent, unless the date of such patent P, published 
application or publication is more than one year prior to the 
date on which the inventor’s or patent owner’s application was 
filed in this country. 

(2) A date of completion of the invention may not be estab- 
lished under this section before December 8, 1993, ina NAFTA 
country, or before January 1, 1996, ina WTO member country 
other than a NAFTA country. 

(3) Notwithstanding the provisions of paragraph (a)(1), a 
showing may be made under this section where the inventions 
defined by a claim in an application or a patent under reexami- 
nation and by a claim in U.S. patent or ing or patented 


pendin; 
published application are not identical as set forth in 35 U.S.C. 
102, and where the inventions are owned by the same party, 
unless the date of such patent or published application is more 
than one year prior to the date on which the inventor’s or patent 
owner’s application was filed in this country. 


ee*¢e¢8 


35. Section 1.132 is proposed to be revised to read as follows: 
§ 1.132 Affidavits or declarations traversing grounds of 
rejection. 


When any claim of an application or a patent under reexami- 
nation is rejected on reference to a [domestic] U.S. patent 
Por pending U.S. published application which substantially 
shows or describes but does not claim the invention, or on 
reference to a foreign patent, Pan abandoned U.S. published 
application, or to a printed publication, or to facts within the 
personal knowledge of an employee of the Office, or when 
SE a 9 Se at ae Se ee eee 
a reference, or because the alleged invention is held to be 

ive or lacking in utility, or frivolous or injurious to 
public health or morals, affidavits or declarations traversing 
these references or objections may be received. 


36. Section 1.136 is proposed to be amended by revising para- 
graph (a) to read as follows: 


§ 1.136 Filing of timely responses with petition and fee for 
extension of time and extensions of time for cause. 


(a)(1) If an applicant is required to respond within a nonstatu- 
tory or shortened statutory time period, applicant may respond 
up to four months after the time period set if a petition for an 
extension of time and the fee set in § 1.17 are filed prior to 
or with the response, unless: 
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e en is notified otherwise in an Office action, 

The response is to a requirement for an English transla- 
tion, an abot ov clams on 0 separ sheet subtit 
specification or sheets of drawings of sufficient clarity, contrast, 
and quality and in the proper size and format for electronic 
reproduction submitted pursuant to §§ 1.52(d), 1.53(d), 1.60(d), 
1.62(d), 1.494(c) or 1.495(c), or an oath or declaration sub- 
mitted pursuant to §§ 1.494(c) or 1.495(c), 

ee aes 
1.1 ), 

(iv) [(iii)] The anges is a request for an oral hearing 
submitted pursuant to § 1 -194(b), 

P(v)< [(iv)] The response is to a decision by the Board of 

Patent Appeals and Interferences pursuant to § 1.196, § 1.197 
or § 1.304, or 

(vi) [(v)] The application is involved in an interference 
declared pursuant to § 1.611. 


(2) The date on which the response, the petition, and the fee 
have been filed is the date of the response and also the date 
for purposes of determining the period of extension and the 

ing amount of the fee. The expiration of the time 
period is determined by the amount of the fee paid. In no case 
may an applicant respond later than the maximum time period 
set by statute, or be granted an extension of time under para- 
graph (b) of this section when the provisions of this paragraph 
are available. See § 1.136(b) for extensions of time relating to 
Pthe filing of an English translation pursuant to §§ 1.52(d), 
1.494(c) or 1.495(c), the filing of an abstract or claims on a 
separate sheet, substitute specification or sheets of drawings 
of sufficient clarity, contrast, and quality and in the size 
and format for electronic reproduction pursuant to §§ 1.53(d), 
1.60(d), 1.62(d), 1.494(c), or 1.495(c), the filing of an oath or 
declaration pursuant to §§ 1.494(c) or 1.495(c), or proceed- 
ings pursuant to §§ 1.193(b), 1.194, 1.196 or 1.197. See § 1.304 
for extension of time to appeal to the U.S. Court of Appeals 
for the Federal Circuit or to commence a civil action. See § 
1.550(c) for extension of time in reexamination proceedings 
and § 1.645 for extension of time in interference proceedings. 


37. Section 1.138 is proposed to be revised to read as follows: 
§ 1.138 Express abandonment. 


An application may be expressly abandoned by filing in the 
Patent and Trademark Office a written declaration of abandon- 
ment signed by the applicant and the assignee of record, if any, 
and identifying the application. An application may also be 
expressly abandoned by filing a written declaration of abandon- 
ment signed by the attorney or agent of record. A registered 
attorney or agent acting under the provision of § 1.34(a), or 
of record, may also expressly abandon a prior application as 
of the filing date granted to a continuing application when 
filing such a continuing application. Express abandonment of 
the application may not be recognized by the Office unless it is 
actually received by appropriate officials in time to act thereon 
before the date of issue Por publication. An applicant seeking 
to abandon an application to avoid publication of the application 
must submit a proper letter of express abandonment more than 
two months prior to the projected date of publication to allow 
sufficient time to permit the appropriate officials to recognize 
the abandonment and remove the application from the publica- 
tion process, and unless an applicant receives written acknowl- 
edgement of the letter of express abandonment prior to the 
projected date of publication, applicant should expect that the 
application will be published in regular course. 

38. Section 1.154 is proposed to be revised to read as follows: 
§ 1.154 Arrangement of specification. 

(a) The elements of the design application, if applicable, 
should appear in the following order [The following order 
of arrangement should be observed in framing design specifica- 
tions]: 


(1) Design Application Transmittal Form. 
(2) Fee Transmittal Form. 
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Cyn (ol Preamble, stating name of the applicant and title 


design. 
be Cross-reference to related applications. 
(5S) Statement ees federally sponsored research or 
Justin & 
rane (b)] Description of the figure or figures of the 


drawing. 
P(7)<4 [(c)] ae [, if any]. 
P(8)< [(d)] Claim 
(9) Drawings or photographs 
(10)<4 [(e)] Executed oath or declaration (See § 1.153(b)). 


39. Section 1.163 is proposed to be amended by adding new 
paragraphs (c) and (d) to read as follows: 


§ 1.163 Specification 


see88 


P(c) The elements of the plant application, if applicable, 
should appear in the following order: 


(1) Plant Application Transmittal Form. 
(2) Fee Transmittal Form. 

(3) Abstract of the disclosure. 

(4) Title of the invention. 

(5) Cross-reference to related applications. 
(6) Statement regarding federally sponsored research or 
development. 

(7) Background of the invention. 

(8) Brief summary of the invention. 

(9) Brief description of the drawing. 

(10) Detailed Botanical Description. 

(11) Claim. 

(12) Drawings (in duplicate). 

(13) Executed oath or declaration. 

(14) Plant color coding sheet. 


(d) A plant color coding sheet as used in this section means 

a sheet that specifies a color coding system as designated in a 

ized color dictionary, and lists every plant structure to 

which color is a distinguishing feature and the corresponding 
color code which best represents that plant structure. <4 


40. Section 1.291 is proposed to be amended by revising para- 
graphs (a)-(b) to read as follows: 


§ 1.291 Protests by the public against pending applications. 


(a) Protests by a member of the public against pending appli- 
cations will be referred to the examiner having charge of the 
subject matter involved. A protest specifically identifying the 
application to which the protest is directed will be entered in 
the application file if: 


(1) The protest is [timely] submitted >: 


(i) prior to the date the application was published or the 
mailing of a notice of allowance under § 1.311, whichever 
occurs first, or 

(ii) within two months of the date the application was pub- 
lished or prior to the mailing of a notice of allowance under 
§ 1.311, whichever occurs first, if accompanied by the fee set 
forth in § 1.17(t)<4; and 


(2) The protest is either served upon the applicant in accor- 
dance with § 1.248, or ®, if submitted prior to the date the 
was published, filed with the Office in duplicate 

in the event service is not possible. 

[Protests raising fraud or other inequitable conduct issues will 
be entered in the application file, generally without comment on 
those issues. Protests which do not adequately identify a 
pending a 
considered by the Office 

a seicital pbdinad te winasibinenietts Oe anne vii 
tence of paragraph (a) of this section will be considered by the 
Office if ®the application is still pending when the protest 
and application are brought before the examiner and<4 
it includes (1) a listing of the patents, publications, or other 
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information relied upon; (2) a concise explanation of the rele- 
vance of each listed item; (3) a copy of each listed patent or 
publication or other item of information in written form or at 
least the pertinent portions thereof; and (4) an English language 
translation of all the necessary and pertinent parts of any non- 
English language patent, publication, or other item of informa- 

tion in written form relied upon. Protests raising fraud or other 
inequitable conduct issues will be entered in the application file, 

generally without comment on those issues. Protests which do 
not adequately identify a pending patent , will be 
disposed of and will not be considered by the Office. 


41. Section 1.292 is proposed to be amended by revising para- 
graphs (a)-(b) to read as follows: 


§ 1.292 Public use proceedings. 


(a) When a petition for the institution of public use proceed- 
~ ~4 supported by affidavits or declarations [and the fee set 
in § 1.17(j), is filed by one having information of the 
moonbat of an application and] is found, on reference to the 
examiner, to make a prima facie showing that the invention 
claimed in an application believed to be on file had been in 
public use or on sale more than one year before the filing of 
the application, a hearing may be had before the Commissioner 
to determine whether a public use proceeding should be insti- 
tuted. If instituted, the Commissioner may designate an appro- 
priate official to conduct the public use proceeding, including 
the setting of times for taking testimony, which shall be taken 
as provided by §§ 1.671 through 1.685. The petitioner will be 
heard in the proceedings but after decision therein will not be 
heard further in the prosecution of the application for patent. 

(b) The petition and accompanying papers [should either: 
(1) Reflect that a copy of the same has been served upon the 
applicant or upon his attorney or agent of record; or (2) be 
filed with the Office in duplicate in the event service is not 
possible. The petition and accompanying papers], or a notice 
that such a petition has been filed, shall be entered in the 
application file [.] Pif: 


ay The petition is accompanied by the fee set forth in § 
1.17); 

(2) The petition is served on the applicant in accordance 
with § 1.248, or, if submitted prior to the date the application 
was published, filed with the Office in duplicate in the event 
service is not possible; and, 

(3) The petition is submitted within two months of the date 
the application was published or prior to the ig . a notice 
of allowance under § 1.311, whichever occurs firs 


42. A new, undesignated center heading and new sections 1.305 
through 1.308 are proposed to be added to Subpart B-National 
Processing Provisions to read as follows: 


PUBLICATION OF APPLICATIONS 
§ 1.305 Withdrawal from publication. 


Applications may be withdrawn from publication at the initia- 
tive of the Office or upon request by the applicant. An applica- 
tion will not be withdrawn from publication for any reason 
except: 


(a) A mistake on the part of the Office; 
(b) The application is either national security classified (see 
§ 5:90) or subject to a secrecy order pursuant to 35 U.S.C. 
> OF, 


= Express abandonment of the application pursuant to § 
1.138. 


§ 1.306 Publication of application. 


(a) A U.S. national application for patent which was either 
filed in the Office under 35 U.S.C. a 
from an international application after compliance with 35 
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161 will bo publ lication filed in the Office under 35 U.S.C. 
as soon as possible after the ex: 
a Ly Apt papal ae orn date, including the 
earliest filing date for which a benefit is sought, unless 


(1) The application is national security classified (see § 
5.9(b)) or subject to a secrecy order pursuant to 35 U.S.C. 181; 

(2) The application has issued as a patent; 

(3) The application is recognized by the Office as no longer 


pending; or. 
(4) The | application was previously published pursuant to 
paragraph (d) of this section. 


(b) The publication of an application shall consist of: 


(1) A notice designated as a “Gazette Entry” containing 
information such as the application number, filing date, title, 
inventor’s name, abstract, a drawing figure (if appropriate), a 

tative claim, and U.S. and International Patent Classifi- 
poe (IPC) classification(s) in a Gazette of Patent Application 
lotices; 

(2) A printed publication designated as a “patent application 
notice” containing information such as the application number, 
filing date, title, inventor’s name, correspondence address, 
abstract, a —— figure (if appropriate), a representative 
claim, and U.S. and International Patent Classification (IPC) 
classification(s); 

(3) A document designated as a “technical contents publica- 
tion” containing the patent application notice and the specifica- 
tion, abstract, claim(s), and drawing(s); and 

(4) Public access to a copy of the specification, drawings, 
and all papers relating to the application file in accordance 
with § 1.11(a). 


(c) Provisional applications filed in the Office under 35 
U.S.C. 111(b) shall not be published, and design applications 
filed in the Office under 35 U.S.C. 171 and reissue applications 
filed in the Office under 35 U.S.C. 251 shall not be published 

t to this section. 

(d) Applications that wil! be published pursuant to paragraph 

(a) of this section may be published earlier than as set forth 


in paragraph (a) upon petition by the applicant. Any petition 
requesting early publication of an application must be accompa- 
nied by the fee set forth in § 1.17(i) and filed as soon as 
possible. No consideration will be given to requests for early 
publication in an application lacking an abstract or claims on 
a separate sheet, any English translation required pursuant to 
§ 1.52(d), or substitute specification or drawings required pur- 
suant to §§ 1.53(d), 1.60(d), or 1.62(d). No coment will 
be given to requests for publication on a certain date, and such 
requests will be treated as a request for publication as soon as 
possible. 

(e) An applicant who is an independent inventor and has 
been accorded status under 35 U.S.C. 41(h) in an application 
that will be published pursuant to paragraph (a) of this section 
and does not claim the benefit of an earlier filing date under 
35 U.S.C. 119, 120, 121, 365(a) or 365(c) may request that 
the application not be published until three months after an 
action on the merits. A petition requesting that the application 
not be published until three months after an action on the merits 
must be submitted with the filing of the application and be 


accompanied by: 


(1) The petition fee set forth in § 1.17(i); and, 

(2) A certification that the invention disclosed in the applica- 
tion was not or will not be the subject of an application filed 
in a foreign country. The certification must be verified if made 


oF See eee ee 
Trademark Office. 


§ 1.307 Delivery of the printed publication. 

The t application notice will be delivered or mailed on 
the day of its publication to the correspondence address of 
record. See § 1.33(a). 


§ 1.308 Correction of the printed publication. 


Amquaierseninnn dancin ty Gegarneae 
tion notice will only be granted when the Office makes a 
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43. Section 1.315 is proposed to be revised to read as follows: 


§ 1.315 Delivery of patent. 


The patent will be delivered or mailed Pupon issuance 
[on the day of its date] to Pthe address of 
record. See § 1.33(a).<4 [the attorney or agent of record, if 
there be one; or if the attorney or agent so requests, to the 
patentee or assignee of an interest therein; or, if there be no 
attorney or agent, to the patentee or to the assignee of the entire 
interest, if he so requests.] 


44. Section 1.321 is proposed to be amended by revising para- 
graph (c) to read as follows: 


§ 1.321 Statutory disclaimers, including terminal dis- 
claimers. 


(c) A terminal disclaimer, when filed to obviate a Pnon- 
statutory<4 double patenting rejection in a patent application 
or in a reexamination proceeding, must: 


(1) Comply with the provisions of paragraphs (b)(2) through 
(b)(4) of this section; 

(2) Be signed in accordance with paragraph (b)(1) of this 
section if filed in a patent application or in accordance with 
paragraph (aX(1) of this section if filed in a reexamination 

and 


(3) Include a provision that any patent granted on that appli- 
cation or any patent subject to the reexamination gz 
shall be enforceable only for and during such period that said 
patent is commonly owned with the application or patent which 
formed the basis for the rejection. 


45. Section 1.492 is proposed to be amended by revising para- 
graph (a) to read as follows: 


§ 1.492 National stage fees. 


see 


(a)***** 


(1) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) $355.00 [$330.00] 
By other than a small entity 710.004 [660.00] 


(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office, but an international search fee as set 
forth in § 1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and Trademark Office as an 
International Searching Authority: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


390.004 [365.00] 
780.004 [730.00] 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 520.004 [490.00] 
By other than a small entity 1040.00 [980.00] 


(4) Where the international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office and the international preliminary exami- 
nation report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33(1) to (4) have been satisfied for all the claims 
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presented in the application entering the national stage (see § 
1.496(b)): 


60.004 [46.00] 


By a small entity (§ 1.9(f)) 
120.004 [92.00] 


By other than a small entity 


(5) Where a search report on the international application 
con aaa ace: a cae an 
Patent Offi 


By a small entity (§ 1.9(f)) 455.004 [425.00] 
By other than a small entity 910.004 [850.00] 


46. Section 1.494 is proposed to be amended by revising para- 
graphs (c) and (g) to read as follows: 


§ 1.494 Entering the national stage in the United States of 
America as a Office. 


eee 


*  (c) If applicant complies with paragraph (b) of this section 
before expiration of 20 months from the priority date but omits: 


(1) A translation of the international application, as filed, 
into the e, if it was originally filed in another 
language (35 U.S.C. 371(c)(2)) 4 [and/or] 

(2) The oath or laration of the inventor (35 U.S.C. 
371(c)(4); see § 1.497), 

»>(3) An abstract or claims on a separate sheet (see §§ 1.72(b) 
and 1.75(h)), 

(4) Papers typed on but one side of the paper (see § 1.52(b)), 
and/or 


(5) Application papers or sheets of drawings of sufficient 
yyy ome contrast, and quality, and in the proper size and format 
for electronic reproduction (see §§ 1.52(a) and (b) and 
1.85(a)),<4 applicant will be so notified and given a period of 
time within which to file the > English translation  ,<4 [and/ 
or] oath or declaration P, abstract or claims on a 


separate sheet, 
and a substitute specification in compliance with § 1.125 with 
papers typed on but one side of the paper and sheets of drawings, 
each of the substitute specification and sheets of drawings of 


sufficient clarity, contrast, and quality and in the proper size 
and format for electronic reproduction in order to prevent 
abandonment of the application. The payment of the es 
fee set forth in § 1.492(f) is — for acceptance o! 
English translation later than the each saan tape 
the priority date. The payment of the surcharge set forth in § 
LAME in coated Our sacegtnnn of ths aol ax dostnmtion 
of the inventor later than the expiration of 20 months after the 
priority date. The period for filing the English mone ng 
oath or declaration, an abstract and claims on a separate shee 
and a substitute specification and sheets of drawings of suff 
cient clarity, contrast, and quality and in the proper size and 
format for electronic reproduction cannot be extended pursuant 
to § 1.136(a).<4 A copy of the notification mailed to applicant 
should accompany any response thereto submitted to the Office. 


see88 


(g) An international application becomes abandoned as to 
the United States 20 months from the priority date if the require- 
ments of paragraph (b) of this section have not been complied 
with within 20 months from the priority date where the United 
States has been designated but not elected by the expiration of 
19 months from the priority date. If the i nts of para- 
graph (b) of this section are complied with within 20 months 
ee ee 

tional application as filed  ,< [and/or] the oath or declaration 
>, een a 2 ee ee ee 
specification in compliance with § 1.125 with papers typed on 
but one side of the paper and sheets of drawings, each of the 
substitute specification and sheets of drawings of sufficient 
ee contrast, and quality and in the proper size and format for 
lectronic reproduction are not timely filed, an international 
application will become sbendoned.as 00 the United States 
upon expiration of the time period set pursuant to paragraph 
(c) © of thes section. 
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47. Section 1.495 is proposed to be amended by revising para- 
graphs (c) and (h) to read as follows: 


§ 1.495 the national stage in the United States of 
America as an Office 


(c) If applicant complies with paragraph (b) of this section 
before expiration of 30 months from the priority date but omits: 


(1) A translation of the international lication, as filed, 
into the English language, if it was ori y filed in another 
language (35 U.S.C. 371(c)(2)) 4 [and/or] 

(2) The oath or declaration of the inventor (35 U.S.C. 
371(c)(4); see § 1.497), 

»>(3) An abstract or claims on a separate sheet (see §§ 1.72(b) 
and 1.75(h)), 

(4) Papers typed on but one side of the paper (see § 1.52(b)), 
and/or 


(S) Application papers or sheets of drawings of sufficient 
clarity, contrast, and quality, and in the proper size and format 
for electronic ion (see §§ 1 .52(a) and (b) and 
1.85(a)),<4 applicant will be so notified and given a period of 
time within which to file the > English translation >, [and/ 
or] oath or declaration P, abstract or claims on a separate sheet, 
and a substitute specification in compliance with § 1.125 with 
papers typed on but one side of the paper and sheets of drawings, 
each of the substitute specification and sheets of drawings of 
sufficient clarity, contrast, and quality and in the proper size 
and format for electronic ction in order to prevent 
abandonment of the application. The payment of the — 
fee set forth in § 1.492(f) is required for acceptance o f an 
English translation later than the expiration of 30 months after 
the priority date. The payment of the surcharge set forth in § 
1.492(e) is required for acceptance of the oath or declaration 
of the inventor later than the expiration of 30 months after the 
priority date. The period for filing the English translation, 
oath or declaration, an abstract and claims on a separate sheet, 
and a substitute specification and sheets c* drawings of suffi- 
cient clarity, contrast, and quality and in che proper size and 
format for electronic reproduction cannot be extended pursuant 
to § 1.136(a).<4 A copy of the notification mailed to applicant 
should accompany any response thereto submitted to the Office. 


see88 


(h) An international application becomes abandoned as to 
the United States 30 months from the priority date if the require- 
ments of paragraph (b) of this section have not been complied 
with within 30 months from the priority date where the United 
States has been elected by the expiration of 19 months from 
the priority date. If the requirements of paragraph (b) of this 
section are complied with within 30 months from the priority 
date but any required translation of the international application 
as filed ®,< [and/or] the oath or declaration P,abstract or 
claims on a separate sheet, and/or a substitute specification in 
compliance with § 1.125 with papers typed on but one side 
of the paper and sheets of drawings, each of the substitute 
specification and sheets of drawings of sufficient clarity, con- 
trast, and quality and in the proper size and format for electronic 
reproduction are not timely filed, an international application 
will become abandoned as to the United States upon expiration 
of the time period set pursuant to paragraph (c) of this section. 


48. Section 1.497 is proposed to be revised to read as follows: 
§ 1.497 Oath or declaration under 35 U.S.C. 371(c)(4). 


(a) When an applicant of an international application [, if 
the inventor,] desires to enter the national stage under 35 U.S.C. 
371 pursuant to §§ 1.494 or 1.495, he or she must file an oath 
or declaration P that: 

(1) Is executed in accordance with either §§ 1.66 or 1.68, 

(2) Identifies the specification to which it is directed, 

(3) Identifies each inventor and the country of citizenship 
of each inventor, and 

(4) States that the person making the oath or declaration 
believes the named inventor or inventors to be the original and 
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first inventor or inventors of the subject matter which is claimed 
and for which a patent is sought. [in accordance with § 1.63.] 


(b) (1) The oath or declaration must be made by all of the 
actual inventors except as provided for in §§ 1.42, 1.43 or 1.47. 


(2)<4 If the > making the oath or declaration is not 
the inventor (§§ 1.42, 1.43 or 1.47),<4 [international application 
was made as provided in §§ 1.422, 1.423 or 1.425,] the oath or 
declaration shall state the relationship of the person [applicant 
shall state his or her relationship] to the inventor and, upon 
information and belief, the facts which the inventor is required 
[by § 1.63] to state. 


»>(c) The oath or declaration must comply with the require- 
ments of § 1.63; however, if the oath or declaration meets the 
requirements of paragraphs (a) and (b) of this section, the oath 
or declaration will be accepted as complying with 35 U.S.C. 
371(c)(4) and §§ 1.494(c) or 1.495(c). If the oath or declaration 
does not meet the requirements of § 1.63, a supplemental oath 
or declaration in compliance with § 1.63 will be required in 
accordance with § 1.67.4 


49. Section 1.701 is proposed to be revised as follows: 
§ 1.701 Extension of patent term due to prosecution delay. 


(a) A patent, other than for + issued on an application 
filed on or after June 8, 1995, is ®, subject to the provisions 
of this section, entitled to extension of the patent term if the 
issuance of the patent was delayed due to: 


(1) interference proceedings under 35 U.S.C. 135(a); and/or 

(2) the application being placed under a secrecy order under 
35 U.S.C. 181; and/or 

(3) appellate review by the Board of Patent Appeals and 
Interferences or by a Federal court under 35 U.S.C. 141 or 
145, if the patent was issued pursuant to a decision reversing 
an adverse determination of patentability ; and/or {and if 
the patent is not subject to a terminal disclaimer due to the 
issuance of another patent claiming subject matter that is not 
patentably distinct from that under appellate review.] 


(4) an unusual administrative delay by the Office. 


(i) Circumstances constituting an unusual administrative 
delay by the Office include the failure to: 


(A) act on a reply under § 1.111 or appeal brief under § 
1.192 within six months of the date it was filed; 

(B) act on an application within six months of the date of 
a decision under § 1.196 by the Board of Patent Appeals and 

Interferences where claims stand allowed in an application or 
the nature of the decision requires further action by the examiner 
(§ 1.197); and 

(C) issue a patent within six months of the date that the issue 
fee was paid or all outstanding requirements were satisfied, 
whichever is later. 


(b) The term of a patent entitled to extension under paragraph 
(a) of this section shall be extended for the sum of the periods 
of _ calculated under paragraphs (c)(1), (c)(2), XG) &. >, 
(c)(4)<4 and (d) of this section, to the extent that these 


are not overlapping, up to a maximum of tend [five] a. 
The extension will run from the expiration date of the patent. 


(c(1) The period of delay under (a)(1) of this 
section for an application is the sum of the following periods, 
to the extent that the periods are not overlapping: 


(i) with respect to each interference in which the application 
was involved, the number of days, if any, in the period begin- 
ning on the date the interference was declared or redeclared 
to involve the application in the interference and ending on the 
pone cS: anni eeeimmai  ie 
application; and 

on the number of days, if any, in the period beginning on 

the date prosecution in the application was suspended by the 
Patent and Trademark Office due to interference proceedings 
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under 35 U.S.C. 135(a) not involving the application and ending 
on the date of the termination of the suspension. 

(2) The period of delay under (a)(2) of this section 
for an application is the sum of the following periods,.to the 
extent that the periods are not overlapping: 


(i) the number of days, if any, the ee was maintained 
in a sealed condition under 35 U.S.C. 181; 

(ii) the number of days, if any, in the period beginning on 
the date of mailing of an examiner’s answer under § 1.193 in 
the application under secrecy order and ending on the date the 
secrecy order and any renewal thereof was removed; 

(iii) the number of days, if any, in the period beginning on 
the date applicant was notified that an interference would be 
declared but for the secrecy order and ending on the date the 
secrecy order and any renewal thereof was removed; and 

(iv) the number of days, if any, in the period beginning on 
the date of notification under § 5.3(c) and ending on the date 
of mailing of the notice of allowance under § 1.311. 


(3) The period of delay under paragraph (a)€3) of this section 
is the sum of the number of days, if any, in the period beginning 
on the date on which an appeal to the Board of Patent Appeals 
and Interferences was filed under 35 U.S.C. 134 and ending 
on the date of a final decision in favor of the applicant by the 
Board of Patent Appeals and Interferences or by a Federal court 

in an appeal under 35 U.S.C. 141 or a civil action under 35 
U.S.C. 145. 

(4) The period of delay under paragraph (a)(4) of this 
section is the sum of the number of days, if any, in the period 
of unusual delay by the Office. <4 


(d) The period [of delay] set forth in paragraph (c)[(3)] shall 
be by P any time during the processing or examination 
of the application, as determined by the Commissioner, during 
which the applicant for patent failed to engage in reasonable 
efforts to conclude processing or examination of the application. 
In determining whether an applicant failed to engage in reason- 
able efforts to conclude processing or examination of the appli- 
cation, the Commissioner may examine the facts and 
circumstances of the applicant’s actions during the entire prose- 
cution of the application to determine whether the applicant 
exhibited that degree of timeliness as may reasonably be 
expected from, and which is ordinarily exercised by, an appli- 
cant for patent seeking to conclude the ing or examina- 
tion of the application. Circumstances constituting a failure to 
engage in reasonable efforts to conclude processing or examina- 
tion of the application include: 


(1) requesting suspension of action under § 1.103, and 
(2) abandonment of the application. [: 


(1) any time during the period of appellate review that 
occurred before three years from the filing date of the first 
national application for patent presented for examination; and 

(2) any time during the period of appellate review, as deter- 
mined by the Commissioner, during which the applicant for 
patent did not act with due diligence. In determining the due 
diligence of an applicant, the Commissioner may examine the 
facts and circumstances of the applicant’s actions during the 
period of appellate review to determine whether the applicant 
exhibited that degree of timeliness as may reasonably be 
expected from, and which is ordinarily exercised by, a person 
during a period of appellate review.]} 


P(e) No patent term shall be extended under this section: 


(1) beyond the —— date specified in a terminal dis- 
claimer in a patent whose term has been disclaimed in such 
terminal disclaimer; 

y.. in a patent issued before the expiration of three years 

after the filing date of the application or entry of the application 
into the national stage under 35 U.S.C. 371, whichever is later, 
not taking into account any claim to the benefit of the filing 
date of any application under 35 U.S.C. 120, 121, 365(c). 


(f) Any extension of patent term under paragraph (a)(4) of 
this section on the basis of an administrative delay other than 
one specifically set forth in paragraphs (a)(4)(i)(A)-(C) must 
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be requested by petition. A petition for an extension of patent 
term based upon unusual administrative delay by the Office 
other than one specifically set forth in paragraphs (a)(4)(i)(A)- 
(C) cannot be filed prior to the mailing of a notice of allowance 
under § 1.311 and must be accompanied by: 


(1) a statement of the facts involved, the administrative delay 
by the Office to be reviewed, and the period of extension 
. and, 


(2) the fee set forth in § 1.17(i). The petition may include 
a request that the petition fee be refunded if an extension 
of the patent term under paragraph (a)(4) of this section is 
granted. << 


50. Section 1.808 is proposed to be amended by revising para- 
graph (a) to read as follows: 


§ 1.808 Furnishing of samples. 
i A deposit must be made under conditions that assure 


(1) Access to the deposit will be available during pendency 
of the patent Thy ae making reference to the deposit to 
one determined by the Commissioner to be entitled thereto 
ane 1. 14 and 35 USC. 122 (a), and 
(2) Subject to paragraph (b) of this section, all restrictions 
ee pate Sepa he sete: 5 thar ame 
the deposited material will be irrevocably removed upon the 
> publication of the application under § 1.306 or granting of 
the patent. 
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PART 3 - ASSIGNMENT, RECORDING, AND RIGHTS 
OF ASSIGNEE 


51. The authority citation for 37 CFR Part 3 would continue 
to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 


52. Section 3.31 is proposed to be amended by redesignating 
paragraph (b) as paragraph (c) and adding a new paragraph (b) 
to read as follows: 


§ 3.31 Cover sheet content. 


(b) & For a patent application, the cover sheet may include 
an indication that the assignment information is to be printed 
on the patent application notice. If the assignment and cover 
sheet containing the above-mentioned indication is not sub- 
mitted within two months of filing or fourteen months from 
the earliest filing date for which a benefit is claimed, whichever 
is later, the assignment information may not be printed on the 
patent application notice. 

(c)<4 A cover sheet may not refer to both patents and trade- 
marks. 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


53. The authority citation for 37 CFR Part 5 would continue 
to read as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100- 
418, 102 Stat. 1567; the Arms Export Control Act, as amended, 
22 U.S.C. 2751 et seq.; the Atomic Energy Act of 1954, as 
amended, 42 U.S.C. 2011 et seq.; and the Nuclear Non- Prolifer- 
ation Act of 1978, 22 U.S.C. 3201 et seq.; and the delegations 
in the regulations under these Acts to the Commissioner (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


54. Section 5.1 is proposed to be amended by adding new 
paragraphs (c) and (d) to read as follows: 
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§ 5.1 Defense inspection of certain applications. 


see28 


P(c) Defense agency inspection must be promptly completed 
to enable those applications due for publication under § 1.306 
of this chapter to be published in regular course. Applications 
under defense agency review will be released for publication 
six months from the actual U.S. filing date or three months 
from the date the application was made available to a defense 
agency under paragraph (b) of this section, whichever is later. 

(d) Applications on inventions not made in the United States 
and on inventions in which the U.S. Government has a 
interest ~~ not be made available to defense agencies under 
§ 5.2(b). 


55. A new section 5.9 is proposed to be added to Part 5 to 
read as follows: 


P>§ 5.9 National security classified applications. 


(a) Patent applications and papers relating thereto that are 
national security classified and contain authorized national 
ommey — of “Confidential,” “Secret” or “Top Secret,” 

as appropriate, are accepted by the Office. National security 
classified documents mailed to the Office must be addressed in 
compliance with § 5.33. National security classified documents 
may be hand-carried to Licensing and Review. 

(b) A national security classified patent application will not 
be published pursuant to § 1.306 or allowed pursuant to § 1.311 
of this chapter until the application is declassified. 

(c) The applicant in a national security classified patent 
application must obtain a secrecy order pursuant to § 5.2. In 
a national security classified patent application filed without a 
notification pursuant to § 5.2(a), the Office will set a time 
period within which the application must be declassified, a 
secrecy order pursuant to § 5.2 must be obtained, or evidence 
of a good faith effort to obtain a secrecy order pursuant to § 
5.2 from the relevant department or agency must be presented 
in order to prevent abandonment of the application. 

(d) Where evidence of a good faith effort to obtain a secrecy 
order pursuant to § 5.2 from the relevant department or agency 
is presented within the time period set by the Office, but the 
application has not been declassified and a secrecy order pur- 
suant to § 5.2 has not been obtained, the Office will again set 
a time period within which the application must be declassified, 
a secrecy order pursuant to § 5.2 must be obtained, or evidence 
of a good faith effort to again obtain a secrecy order pursuant 
to § 5.2 from the relevant department or agency must be pre- 
sented in order to prevent abandonment of the application. 4 


July 27, 1995 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(101) Examination of Patent Applications 


Containing Nucleotide Sequences 
L Introduction 


Biotechnology is expected to be an important growth industry 
from now until well into the twenty-first century, particularly 
in the United States, one which will produce new therapeutics 
for the benefit of mankind. The Patent and Trademark Office 
(PTO) has taken a very active role in working together with 
ee a ae standardize PTO policies and 
procedures and to encourage and promote the growth of this 
industry for the benefit of humanity. 

For at least a decade, ee ae 
industry have been filing patent applications claiming isolated 
DNA or RNA sequences of nucleotides, referred to as nucleo- 
tide or nucleic acid sequences. Scientific and technological 
advances now permit researchers to identify large numbers of 
gene sequences rapidly. The ease of using automated techniques 
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for sequencing large numbers of nucleotides in a nucleic acid 
has resulted in the filing of a growing number of patent applica- 
tions, many of which recite thousands of individual nucleotide 
sequences with each sequence reciting at least several hundred 
nucleotides. The examination of these applications presents 
unprecedented search and examination challenges, even with 
the most modern, up-to-date equipment. 

Faced with these challenges, the PTO held public hearings 
on issues relating to patent protection of nucleotide sequences 
on April 16, 1996, in San Diego, California and on April 
23, 1996, in Arlington, Virginia. At those hearings, the PTO 
received several recommendations that restriction practice pur- 
suant to 35 U.S.C. § 121 should be applied to patent applications 
claiming nucleotide sequences. 

This Notice responds to comments received during the hear- 
ings. This Notice clarifies PTO’s policy for examination of 
patent applications that claim large numbers of nucleotide 
sequences. 


II. The PTO Will Permit Applicants to Claim Up to Ten 
Independent and Distinct Nucleotide Sequences In One 
National Application 


By statute, “[i]f two or more independent and distinct inven- 
tions are claimed in one application, the Commissioner may 
require the application to be restricted to one of the inventions.” 
35 U.S.C. § 121. Pursuant to this.statute, the Rules of Practice 
in Patent Cases provide that “[i]f two or more independent 
and distinct inventions are claimed in a single application, the 
examiner in his action shall require the applicant . . . to elect 
that invention to which his claim shall be restricted.” 37 CFR 
1.142(a). See also 37 CFR 1.141(a). 

Nucleotide sequences encoding different proteins are struc- 
turally distinct chemical compounds and are unrelated to one 
another. These sequences are thus deemed to normally consti- 
tute independent and distinct inventions within the meaning of 
35 U.S.C. § 121. Absent evidence to the contrary, each such 
nucleotide sequence is presumed to represent an independent 
and distinct invention, subject to a restriction requirement pur- 
suant to 35 U.S.C. § 121 and 37 CFR 1.141 et seg. Nevertheless, 
to further aid the biotechnology industry in protecting its intel- 
lectual property without creating an undue burden on the Office, 
the Commissioner has decided sua sponte to partially waive the 
requirements of 37 CFR 1.141 et seq. and permit a reasonable 
number of such nucleotide sequences to be claimed in a single 
application. 

Accordingly, in most cases, up to ten (10) independent and 
distinct nucleotide sequences will be examined in a single 
application without restriction. It has been determined that 
normally ten sequences constitute a reasonable number for 
examination purposes. The PTO believes that allowing appli- 
cants to claim up to ten.(10) independent and distinct nucleotide 
sequences in a single application will promote efficient, cost- 
effective examination of these types of applications. In addition 
to the specifically selected sequences, those sequences which 
are patentably indistinct from the selected sequences will also 
be examined. Furthermore, nucleotide sequences encoding the 
same protein are not considered to be independent and distinct 
inventions and will continue to be examined together. 

In some exceptional cases, the complex nature of the claimed 
material, for example a protein-amino acid sequence reciting 
three dimensional folds, may necessitate that the reasonable 
number of sequences to be selected be less than ten (10). In 
other cases, applicants may petition pursuant to 37 CFR 1.181 
for examination of additional nucleotide sequences by pro- 
viding evidence that the different nucleotide sequences do not 
cover independent and distinct inventions. 


Ill. Under the Unity of Invention Standard in an Interna- 
tional tion or National Stage Application — 
Under 35 U.S.C. § 371, Up to Ten Nucleotide Seque: 

Will Be Searched and/or Examined Without Payment it of 
An Additional Fee 


may applications filed under the Patent Cooperation 
(PCT) and national stage applications filed under 35 

Use § 371 will be treated in a similar manner. Under 37 
CFR 1.475 and 1.499 et seq., when claims do not comply with 
the requirement of unity of invention, i.e., when the claimed 
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subject matter does not involve “one or more of the same or 
corresponding special technical features,” 37 CFR 1.475(a), an 
additional fee is required to maintain the claims in the same 
application. 37 CFR 1.476(b). 

The Commissioner has decided sua sponte to partially waive 
37 CFR 1.475 and 1.499 et seq. to permit applicants to claim 
up to ten (10) nucleotide sequences which do not have the 
same or corresponding special technical feature, without the 
payment of an additional fee. The PCT permits inventions 
which lack unity of invention to be maintained in the same 
international application for the payment of additional fees. 
Thus, in international applications, for each group. for which 
applicant has paid additional international search and/or prelim- 
inary examination fees, the PTO has determined that up to four 
(4) such additional sequences per group is a reasonable number 
for examination. Further, claims directed to the selected 
sequences will be examined with claims drawn to any sequence 
combinations which have a common technical feature with the 
selected sequences. Nucleotide sequences encoding the same 
protein are considered to satisfy the unity of invention standard 
and will continue to be examined together. 


IV. Examples of Nucleotide Sequence Claims That Are the 
Subject of this Notice 


Examples of typical nucleotide sequence claims impacted 
by this Notice include: 


(1) an isolated and purified DNA fragment comprising DNA 
having at least 95% identity to a DNA sequence selected from 
SEQ ID Nos. 1-1,000; 


(2) a combination of DNA fragments comprising SEQ ID 
Nos. 1-1,000; and 


(3) acombination of DNA fragments, said combination con- 
taining at least thirty different DNA fragments selected from 
SEQ ID Nos. 1-1,000. 


Applications claiming more than ten (10) individual indepen- 
dent and distinct nucleotide sequences in alternative form, such 
as set forth in example 1, will be subject to a restriction require- 
ment. Only the ten (10) nucleotide sequences selected in 
response to the restriction requirement and any other claimed 
sequences which are patentably. indistinct therefrom will be 
examined. 

Applications claiming only a combination of nucleotide 
sequences, such as set forth in example 2, will generally not 
be subject to a restriction requirement. The presence of one 
novel and nonobvious sequence within the combination will 
render the entire combination allowable. The combination will 
be searched until one nucleotide sequence is found.to be allow- 
able. The order of searching will be chosen by the examiner 
to maximize the identification of an allowable:sequence. If no 
individual nucleotide sequence is found to be allowable, the 
examiner will consider whether the combination of sequences 
taken as a whole renders the claim allowable. 

Applications containing only composition claims reciting 
different combinations of individual nucleotide sequences, such 
as set forth in example 3, will be subject to a restriction require- 
ment. Applicants will be required to select one combination 
for examination. If the selected combination contains ten or 
fewer sequences, all of the sequences of the combination will 
be searched. If the selected combination contains more than 
ten sequences, the combination will be examined following the 
procedures set forth above for example 2. More specifically, 
the combination will be searched until one nucleotide sequence 
is found to be allowable with the examiner choosing the order 
of search to maximize the identification of an allowable 
sequence. The identification of any allowable sequence(s) will 
cause all combinations containing the allowed sequence(s) to 
be allowed. 

In applications containing all three claims set forth in exam- 
ples 1-3, the PTO will require restriction of the application to 
ten sequences for initial examination purposes. Based upon the 
finding of allowable sequences, claims limited to the allowable 
sequences as in example 1, all combinations, such as in exam- 
ples 2 and 3, containing the allowable sequences and any patent- 
ably indistinct sequences will be rejoined and allowed. 





1194 TMOG 304 
(102) 

Rejoinder will be permitted for claims requiring any allow- 
able sequence(s). Any claims which have been restricted and 
non-selected and which are limited to the allowable sequence(s) 
will be rejoined and examined. 


V. Other Possible Solutions 


The PTO is pursuing other possible ways to efficiently 
examine applications that claim large numbers of nucleotide 
sequences, including the following: 


A. Software Development - Using private contractors, the 
PTO will attempt to identify, modify or develop software tools 
to aid in searching and the analysis of search results. 


B. Feedback - The PTO will pursue and evaluate suggestions 
from applicants, members of the bar, industry, scientists, gov- 
ernment, and inventors. 


C. International Cooperation - The PTO will encourage 
greater cooperation between the other patent offices of the 
world in the area of biotechnology. The PTO will work with 
these offices to share resources thereby minimizing duplication 
of search and examination. 


D. PTO Outside Search Center - The PTO will explore the 
possibility of establishing an outside search center which would 
perform standard searches for all patent applicants submitting 
applications containing nucleotide sequences. 


E. Search Standards - The PTO will explore the possibility 
of establishing quality and proficiency standards for prior art 
searches so that applicants can perform their own pre-examina- 
tion searches. Applicants could then submit their searches with 
their applications, and the PTO could examine applications 
based on applicants’ searches. 


F. Communication - The PTO will communicate its proce- 
dures for searching the prior art and how the current hardware 
and software have been optimized for examination needs. 


Any questions, comments or suggestions regarding this 
Notice should be directed to Esther M. Kepplinger, Supervisory 
Primary Examiner, Group Art Unit 1302: by mail to Box Com- 
ments-Patents, Assistant Commissioner for Patents, Wash- 
ington, DC 20231; by FAX to (703) 305-3601; or by electronic 
mail addressed to ekepplin@uspto.gov. 


October 17, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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ent of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No: 960828235-6235-01] 
RIN: 0651-AA88 


Changes Implementing Nucleotide and/or 
Amino Acid Sequence Listings 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Proposed Rulemaking and Request for Com- 


(102) 


ments. 

Summary: The Patent and Trademark Office (PTO) is proposing 
to amend the rules for submitting nucleic acid or amino acid 
sequences in computer readable form (CRF) for patent applica- 
tions to simplify the requirements of the rules, to rearrange 
portions of the rules for better understanding and to establish 
consistent rules to permit a single internationally acceptable 
computer readable form. The Sequence Listing will be pre- 


sented in an international, lan; neutral format using 
numeric identifiers rather than the current subject headings 
and the paper Sequence Listing will be a separately numbered 
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section of the patent application. Sequences which contain 
fewer than four (4) specifically identified nucleotides or amino 
acids will no longer be required to be submitted in computer 
readable form. 

Date: Written comments must be received by December 3, 
1996. 

Addresses: Address written comments to: Box Comments - 
Patents, Assistant Commissioner for Patents, Washington, DC 
20231, Attention: Esther M. Kepplinger or by Fax to (703) 
305-3601 to her attention. Comments may be sent by mail 
message over the Internet addressed to seqruie @uspto.gov. The 
written comments will be available for public inspection in 
Suite 520, Crystal Park One, 2011 Crystal Drive, Arlington, 
Virginia. 

For Further Information Contact: Esther M. Kepplinger, by 
telephone at (703) 308-2339 or by mail addressed to: Box 
Comments - Patents, Assistant Commissioner for Patents, 
Washington, DC 20231 marked to her attention or by Fax to 
(703) 305-3601 or by electronic mail at ekepplin@uspto.gov. 
Supplemental Information: The existing sequence rules (37 
CFR 1.821-1.825) provide a standardized format for the 
description of nucleotide and amino acid sequence data in patent 
applications and require the submission of such sequences in 
computer readable form (CRF). The existing sequence rules 
have provided the following benefits to the PTO: (1) improved 
search capabilities; (2) improved interference detection; (3) 
more efficient examination; (4) cost savings for the input of 
the sequence data; (5) more efficient and accurate printing of 
sequences in patents; (6) exchange of the sequence data with 
other patent offices electronically and (7) improved public 
access to the sequences electronically. 

In an effort to streamline and reduce the procedural require- 
ments of the existing rules and to respond to the needs of 
our customers while establishing an internationally acceptable 
standard, the PTO proposes to modify the current rules requiring 
the submission of computer readable forms for nucleotide and 
amino acid sequences. 

To decrease the burden on applicants who file applications 
containing nucleotide and amino acid sequence information 
under the Patent Cooperation Treaty (PCT), the PTO entered 
into discussions at the PCT Meeting of International Authorities 
(MIA) in November 1994 on changing the applicable rules for 
submission and transfer of Sequence Listings. Under the current 
PCT rules, each International Searching Authority and national 
Office may set the standard for submission of the paper and 
electronic Sequence Listing information. This may impose a 
burden on applicants of providing several different formats of 
Sequence Listings in different languages during the interna- 
tional and national phases of the PCT procedure. 

Under the current PCT practice, the applicant serves as the 
data repository for requests during each stage of the PCT prac- 
tice for new electronic copies of the Sequence Listings. 

Under national practice, a Sequence Listing may be required 
to be translated into the national language at considerable cost 
Sa the danger that the data could be inadvertently 


At the November 1994 MIA to address these problems, rule 
changes were proposed to require a language neutral Sequence 
Listing submission which would suffice for PCT and national 
stage sequence information processing. Initial Trilateral meet- 
ings and correspondence suggest that such a sequence submis- 
sion would be acceptable under European Patent Office (EPO) 
and Japanese Patent Office (JPO) procedures, thus further less- 
ening the burden on applicants. 

These sequence rules are proposed to be revised in concert 
with World Intellectual Organization (WIPO) Interna- 
tional Standards ST.23 and ST.24 for the paper and electronic 
submission of sequence information in patent applications, as 
well as PCT requirements. This should result in an applicant 
having to produce a single Sequence Listing that would satisfy 
the filing requirements in all countries, as well as permitting 
an applicant to submit only a single electronic Sequence Listing 
in PCT applications. 

In an effort to profit from the experiences of the nucleotide 
database information providers which pioneered the electronic 
submission of sequence information, the PTO discussed with 
them the possible simplification of the PTO sequence submis- 
sion rules. In response to their advice (which confirmed the 
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PTO experience), the number of mandatory data elements is 
proposed to be reduced. 

aoe - rule br include: 

use of numeric identifiers to replace the lan; e subj 

headings within the submission; — _ o 

(2) elimination of unnecessary and confusing data elements; 

(3) movement of the paper Sequence Listing to the end of 
the application as a section with separately numbered pages; 

(4) modification of 37 CFR § 1.77 to include the 
Sequence Listing as a part of the specification and to provide 
a place for the paper Sequence Listing in the printed patent; 

(5) elimination of the requirement to provide a submission 
for sequences with fewer than four specifically defined nucleo- 
tides or amino acids; 

(6) use of lower-case one-letter codes for nucleotide bases; 

(7) rearrangement of portions of the rules to improve their 
context; and 

(8) clarification and simplification of the rules to aid in 
understanding of the requirements that they set forth. 


Request For Comments: 


The PTO is particularly interested in receiving comments 
on three queries. Currently sequences containing D-amino acids 
need not be provided in the “Sequence Listing”, but the PTO 
has accepted voluntary submissions of sequences containing 
D-amino acids. 

The commercially available sequence searching software 
used to search prior art databases is not capable of discerning 
D-amino acids since they do not have distinct designators. It 
is for this reason that the rules do not require a computer 
readable form for the disclosure of sequences which contain 
D-amino acids. 

Those seeking to volunteer the information in accordance 
with these rules might be seeking assurance that a machine 
search of the closest prior art will be conducted by the PTO 
or they consider the information useful and wish it to be in 
the database. If the PTO does not accept voluntary submissions, 
that would exclude information from the databases that at least 
some applicants believe to be valuable information. 

The potential conflict created by accepting these D-amino 
acid-containing sequences is that the published database will 
contain sequences with D-amino acids and those using the 
published database may be operating on the assumption that 
it does not, given the indication in § 1.821(a)(2) that D-amino 
acid-containing sequences are not intended to be included. For 
this reason, there may be an advantage to having the D-amino 
acids indicated by Xaa to alert the user that the Feature section 
must be consulted. A disadvantage of voluntary submissions 
is that they will result in the generation of a database which 
is incomplete and cannot be relied upon to provide a complete 
search of the U.S. patent literature including sequences con- 
taining D-amino acids. 

The PTO seeks comments on the following query: 


(1) Should the PTO accept voluntary submissions of com- 
readable forms and Sequence Listings where a D- 
amino acid is contained in the sequence? If such voluntary 
submissions are accepted, should there be a restriction on 
the choice of identifying a D-amino acid by an Xaa or by 
its L-amino acid counterpart abbreviation? 


Section 1.821(c) will continue to require that all sequence 
information contained in a disclosure, including in the specifica- 
tion, drawings or claims, be presented in the Sequence Listing 
in accordance with §§ 1.821 - 1.825. This provision does not 
discriminate between prior art sequences and “new” sequences. 
The PTO has received comments in the past and is seeking 
additional comments on this issue. The suggestion has been 
made that sequences which are prior art, and/or are contained 
in a database at the time of filing, need not be provided to the 
PTO in computer readable form since the sequence information 
is obtainable by other means. Responsive to these public com- 
ments, the PTO is considering amending the rules to permit 
omission of some sequences from the Sequence Listing if these 
sequences are admitted prior art to applicant and are in a pub- 
licly available, electronic, sequence database and the database 
accession number is supplied. 
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The suggestion to exclude prior art sequences was made 
when §§ 1.821 - 1.825 were originally adopted. 55 FR 18230, 
18237 (1990). The final rules, however, required the submission 
of all sequence information in computer readable form. The 
reasons for that decision include: 1) the assessment of whether 
a particular sequence falls within the requirements of the current 
rules is simple; 2) the general public is assured that all patents 
which contain any sequence information contain all of the 
sequence information in the Sequence Listing and all sequences 
are available in a computer accessible form; 3) as a publication, 
the contextual association of new and old information is poten- 
tially unique to the patent and very valuable to anyone assessing 
the state of the art at the time of a patented invention, and thus 
are desirable to be present in electronic form in association with 
that patent; and 4) these rules do not require any information to 
be disclosed in the form of a sequence, but rather require a 
particular format whenever information is presented in the form 
of a sequence. These reasons continue to be relevant. 

The PTO is concerned about how such a provision would 
be drafted without creating difficult questions. A provision 
which excludes sequences whenever a sequence is prior art and 
has previously been included in a publicly available, electronic, 
sequence database appears to be straightforward; however, 
many technical and legal issues would result. What constitutes 
a publicly available, electronic, sequence database? Would the 
USPTO and the other patent offices which have similar rules be 
required to produce a list of internationally accepted databases? 
What would be the criteria for such acceptance? An additional 
issue would exist involving electronic records maintenance: is 
there any assurance that once information is contained in a 
database that it will be retained and available indefinitely 
without alteration? Changes to the information in nucleic acid 
sequence databases resulting from the discovery of sequencing 
errors are well-known. Does the mere existence of the sequence 
information in such a record constitute reasonable means of 
retrieval? Would not one need some text basis or other identifier 
to retrieve the information? 

Concerns have been voiced that the redundancy of including 
old sequences in the PTO database creates electronic searching 
problems, such as increased cost and reduced speed. Upon 
investigation, it has been found that requiring all disclosed 
sequences to be included in the Sequence Listing does not 
cause search processing problems at the PTO or incur increased 
costs. 

The PTO seeks comments on the following query: 


(2) Should the provisions of 37 CFR 1.821(c) be altered 
to exclude some prior art sequences from inclusion in the 


to an accession number of an admitted prior art sequence 
in a publicly available, electronic, sequence database suffice 
and exclude that sequence from the requirements of the 
sequence rules? 


At the November 1994 MIA, it was proposed that the 
Sequence Listings submitted in an international application 
filed under the PCT would no longer be published on paper. 
It was suggested that the Sequence Listings be published elec- 
tronically and be available in the electronic form from several 
sequence repositories throughout the world. These repositories 
would have the Sequence Listings available in electronic form 
at the time of publication of the PCT pamphlet. 

The PTO seeks comments on the following query: 


(3) Should Sequence Listings filed in an international 


cally and made available for retrieval electronically by 
accession number from several sequence repositories? 


Written comments will be available for public inspection 
and will be available on the Internet (address: www.uspto.gov). 
Commentators should note that since their comments will be 
made publicly available, information that is not desired to be 
made public, such as the address and phone number of the 
commentator, should not be included in the comments. A public 
hearing will not be conducted. 
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Discussion of Specific Rules 


Section 1.77 is proposed to be amended by revising paragraph 
(g), which would provide for a reference to a Sequence Listing 
Annex, if any exists. In the application as filed, on a separate 
page immediately before the claims, reference would be made 
to a Sequence Listing Annex and the Sequence Listing would 
be provided as a separately numbered section or Annex to the 
application. In a printed patent the Sequence Listing would 
appear immediately before the claims. 

Section 1.77 is proposed to be amended to redesignate 
existing paragraphs (g) - (j) as paragraphs (h) - (k) and add 
an additional paragraph (1) Sequence Listing Annex. In the 
application as filed, the Sequence Listing would be provided 
by applicants as a separately numbered section or Annex of 
the application. The pages of the Sequence Listing. Annex 
should be numbered independently from the specification using 
sequential integers preceded by “A” to identify them as a part 
of the Annex and to prevent any confusion which might arise 
from using numbers already used in the specification. In a 
printed patent the Sequence Listing would be printed immedi- 
ately before the claims. In cases where the Sequence Listing 
is voluminous, the files are difficult to handle. This change 
would permit easier storage of very large Sequence Listings 
apart from the main part of the application during pendency. 
The presentation of the Sequence Listing as a separate Annex 
would also facilitate compliance with PCT requirements and 
other national patent office rules. 

Sections 1.821(a)(1) and (2) are proposed to be amended by 
referring to sections in World Intellectual Property Organization 
(WIPO) Handbook on Industrial Property Information and Doc- 
umentation, Standard ST.23, paragraphs 8 through 12, April 
1994, herein incorporated by reference, rather than to para- 
graphs in § 1.822. The WIPO Standard ST. 23 (April 1994) is 
consistent with § 1.822 except for certain corrections which 
are noted herein and the requirement of the use of the lower 
case for the one-letter code for nucleotide bases. The proposed 
tule states that the incorporation has been approved. This lan- 
guage is required by the Federal Register. This incorporation 
by reference will be reviewed by the Director of the Federal 


Register in accordance with 5 U.S.C. 552(a) and 1 CFR part 
51 before any Final Rule is adopted. Copies may be obtained 


from the World Intellectual Organization; 34 chemin 
des Colombettes; 1211 Geneva 20 Switzerland. Copies may 
be inspected at the Patent Search Room; Crystal Plaza 3, Lobby 
Level; 2021 South Clark Place; Arlington, VA 22202; or at 
the Office of the Federal Register, 800. North Capitol Street, 
NW, Suite 700, Washington, DC 20408. 

Section 1.821(a) is proposed to be amended so that sequences 
with fewer than four specifically defined amino acids or nucleo- 
tides would be expressly excluded from this rule. “Specifically 
defined” means those amino acids other than “Xaa” and those 
nucleotide bases other than “N” defined in accordance with 
WIPO Standard ST.23. 

This change is being proposed to reduce the burden on appli- 
cants for those sequences that contain only a minimal amount 
of sequence information. For example, if an amino acid 
sequence is disclosed as being entirely ““Xaa” residues, the 
1990 version of the sequence rules would require this sequence 
to be submitted in computer readable form. However, this 
sequence has no value as sequence information because each 
of the positions is represented as a “wild card.” Such low- 
information sequences are not very useful in any sequence 
matching and alignment algorithm. In order to minimize the 
inclusion of such low-information-value sequence data in the 
database and to relieve the burden on applicants to submit low- 
information-value sequences, the Office proposes this change 
to the sequence rules. If applicants should wish to voluntarily 
submit a CRF for such sequences, they would be accepted and 
entered in the PTO’s database. 

It is not necessary that any of the non-N or non-Xaa residues 
be adjacent to any other non-N or non-Xaa residue in order 
for a sequence to be subject to § 1.821(a). 

Sections 1.821(a)(2) and 1.822(b) are proposed to be 
amended by changing “elsewhere in the ‘Sequence Listing” 
to “in the Feature section.” The of this change is to 
enhance clarity of the rule. The only place in the “Sequence 
Listing” where additional information is permitted is in the 
Feature section. The current language implies that there are 
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other acceptable portions of the “Sequence Listing” appropriate 
for additional information and thus is ambiguous and mis- 
leading. 

Section 1.821i(a)(2) will continue to indicate that sequences 
containing D-amino acids need not comply with the provisions 
of §§ 1.822 - 1.825. To date, the PTO has accepted voluntary 
submissions of sequences which contain D-amino acids. The 
sequence information has either indicated an Xaa at each occur- 
rence of a D-amino acid or has indicated the amino acid (or 
imino acid) by abbreviation as if it were an L-amino acid (or 
imino acid) and explained the existence of the D-amino acid 
in the Feature section associated with that sequence. 

Section 1.821(c) is proposed to be amended by clarifying 
and establishing a language neutral format sequence listing. 
Specifically, the use of integer identifiers is proposed for identi- 
fying sequences. Where a sequence integer identifier is inten- 
tionally omitted, it must be noted by applicant to avoid 
confusion in the published document. 

Section 1.821(d) is proposed to be amended by changing 
“assigned identifier” to “integer identifier” to be consistent 
with the term used in § 1.821(c). 

Section 1.821(d) is proposed to.be amended by adding the 
phrase, “preceded by ‘SEQ ID NO:’ ”. This change is necessi- 
tated by the change to § 1.821(c). Since the integer identifier 
in the “Sequence Listing” would be defined now as a numeral 
only, it is necessary that any reference to a particular sequence 
in the specification and claims be preceded by “SEQ ID NO:”. 
It is not acceptable to use only a numeric identifier, such as 
“4200” or “<400P”- see infra Sequence Listing table, in 
the description or the claims because one reading a patent may 
not reasonably be presumed to be familiar with the meanings 
of numeric identifiers. 

Section 1.821(e) is proposed to be amended by setting forth 
the procedure for transferring an accepted computer readable 
Sequence Listing from one. application to a subsequently filed 
application. The existing rules did not adequately describe the 
process of transferring a computer readable Sequence Listing 
into a new application if an identical:CRF was previously 
accepted by the PTO for another application..A further descrip- 
tion of the intended procedures has been added for purposes 
of clarity. This section is intended to describe that if a computer 
readable Sequence Listing is identical to one that is error-free 
and already on file at the PTO, an applicant has two options. 
A new diskette may be submitted, or an applicant may submit 
a statement clearly directing the PTO to use. the previously 
submitted CRF since they are identical, and that the paper copy 
of the Sequence Listing in the new application is identical to 
the disk in the previous application. 

Section 1.821(g) is proposed to be amended by correcting 
the reference to 35 U.S.C. 111(a) applications. Section 1.821(h) 
is proposed to be amended by clarifying that this rule applies 
to all international applications searched and examined by the 
PTO. In addition to international applications filed in the United 
States Receiving Office, the United States is a competent Inter- 
national Searching Authority (ISA) for applications filed in 
receiving Offices of, or acting for, Brazil, Israel, Mexico, and 
Trinidad and Tobago. The United States: is also a competent 
ISA for applications filed in the International Bureau where at 
least one of the applicants is a resident or national of the United 
States or a resident or national of Barbados. In addition, the 
United States acts as an International Preliminary Examining 
Authority for certain applications searched in the EPO. The 
language change regarding the time limit for compliance and 
statement accompanying the submission are necessary to con- 
form with the language.fournd in PCT Rule 13“*.1. 

Section 1.822 is proposed to be revised for clarity and better 
organization and to accommodate an international request for 
the use of lower case one-letter codes for nucleotide bases. 

Section 1.822 (b) is proposed to be amended to refer to WIPO 
Standard ST.23 (April 1994) and incorporate the information 
therein. The reorganization groups all nucleotide and all amino 
acid formats together. 

Section 1.822 (c)(1) is proposed to be amended by requiring 
the use of lower case one-letter code for the nucleotide bases. 
This change would put the PTO requirements in conformance 
with most large databases. Additionally, the use of lower case 
letters in a sequence makes the confusion of “g” for “c” and 
vice versa less likely. 
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Current paragraph (d) is proposed to be redesignated as a 

(c)(3) and current paragraph (e) is proposed 

aster with the substance of the incorpo- 
rated into (d)(1). Current paragraph (f) is ss. 


ou and 


paragraph (m) is proposed to be redesignated as (d)(4). Current 

eee va ene ae oy) ae 
amended to delete a sentence, the substance of which is incorpo- 

rated into (d)(4). 

Paragraph (d)(1) is proposed to be added to include a refer- 

ence to WIPO Standard ST.23 (April 1994). eee a 
4) incorporate the material from current paragraphs (h), (k), 
(m) and a sentence of (n). Paragraph (d)(5) is proposed to 
be added to clarify that the use of terminator symbols is not 
acceptable in amino acid sequences either as “internal” termi- 
nator symbols or ae the carboxy terminal amino acid 
of a — or polypeptide. 
Curent paragraph (0) is proposed to be redesignated as 
paragraph (e) and amended to recite integer identifier to be 
consistent with § 1.821 (c) and to permit the language neutral 
submission. 

Current paragraph (p) is proposed to be deleted. 

The lists of nucleic acid and amino acid abbreviations and 
the lists of modified base controlled vocabulary and the modi- 
fied and unusual amino acids would be replaced by reference 
to WIPO Standard ST.23 RECOMMENDATION FOR THE 
PRESENTATION OF NUCLEOTIDE AND AMINO ACID 
SEQUENCE LISTINGS IN PATENT APPLICATIONS AND 
IN PUBLISHED PATENT DOCUMENTS (April 1994) to 
ea This information will also appear 

an appropriate section of the Manual of Patent Examining 
Suonddine to assist applicants in preparing Sequence Listings. 
For purposes of facilitating review of these rule 
corrected excerpts of paragraphs 8, 9, 11 


changes, appropriate correc’ 
and 12 of WIPO Standard ST.23 are provided below. 


WIPO Standard ST.23, paragraph 8, provides that the bases 
of a nucleotide sequence should be represented using the fol- 
lowing one-letter code for nucleotide sequence characters. 


Symbol Meaning 


Ge 
HAR > 
@ 


a 


i 


QaAaAN 


>>>aA > AA>SaAcCHANA> 
RgRg 
ssa 
ade 


S8gg g ggg 


Z<mOwW € YREKRCHNA> 
Q 
s 
a 


i 
le | 

ae 
* 


WIPO Standard ST.23, gr pe 9, provides: Modified 
bases may be represented as the corresponding unmodified 
bases in the sequence itself if the modified base is one of those 
listed below and the modification is further described elsewhere 
in the Sequence Listing. The codes from the list below may 
be used in the description or the Sequence Listing but not in 
the sequence itself. 


Symbol = Meaning 


ac4c 4-acetylcytidine 
chmSu 5-(carboxyhydroxyimethy])uridine 
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Symbol Meaning 

2’-O-methylcytidine 

5-carboxymethylaminomethyl-2- 

thiouridine 

p~- Nm maaan 
dihydrouridine 


2°-O-methylpseudouridine 
*beta, D-galactosylqueosine 
2’-O-methylguanosine 
inosine 
bte-toepemtenytedenesine 


cm 
cmnm5s2u 


y’ 
3-1 -methylcytidine 
5-methylcytidine 
N6-methyladenosine 
7-methyl 
5-methylaminomethyluridine 
5-methoxyaminomethy]-2-thiouridine 
*beta, D-mannosylqueosine 
5-methoxycarbonylmethyl-2-thiouridine 
5-methoxycarbonylmethyluridine 
5-methoxyuridine 
2-methylthio-N6-isopentenyladenosine 
N-((9-beta-D-ribofuranosyl-2- 
methylthiopurine-6-yl) carbamoyl) 
threonine 


N-((9-beta-D-ribofuranosylpurine-6-yl)N- 
methylcarbamoyl) threonine 
uridine-5-oxyacetic acid-methylester 
uridine-5-oxyacetic acid (v) 
wybutoxosine 

pseudouridine 

*queosine 

2-thiocytidine 

5-methyl]-2-thiouridine 

2-thiouridine 

4-thiouridine 

5-methyluridine 
N-((9-beta-D-ribofuranosylpurine-6-yl)- 


carbamoy])threonine 
r “O-methyl-5.- methyluridine 
2’-O-methyluridine 
wybutosine 
3-(3-amino-3-carboxy-propy])uridine, 
(acp3)u 

* Indicates a correction of minor typographical errors. 

WIPO Standard ST.23, paragraph 11, provides that the amino 
acids should be represented using the following three-letter 
code with the first letter as a capital. 

Symbol Meaning 


Ala 
Cys 


Asp 
Glu 
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Symbol Meaning 
ng 


'yrosine 
Asp or Asn 
Glu or Gin 
unknown or other 


WIPO Standard ST.23, paragraph 12, provides: Modified and 
unusual amino acids may be represented as the corresponding 
unmodified amino acids in the sequence itself if the modified 
amino acid is one of those listed below and the modification 
is further described elsewhere in the Sequence Listing. The 
codes from the list below may be used in the description or 


the Sequence Listing but not in the sequence itself. 


Symbol = Meaning 


2-Aminoadipic acid 
3-aminoadipic acid 
beta-Alanine, beta-Aminopropionic acid 
2-Aminobutyric acid 
4-Aminobutyric acid, piperidinic acid 
6-Aminocaproic acid 
2-Aminoheptanoic acid 
2-Aminoisobutyric acid 
3-Aminoisobutyric acid 
2-Aminopimelic acid 
*2,4- Diaminobutyric acid 
Desmosine 
2,2’-Diaminopimelic acid 
2,3-Diaminopropionic acid 
N-Ethylglycine 

N-Ethylasparagine 
Hydroxylysine 
allo-Hydroxylysine 
3-Hydroxyproline 
4-Hydroxyproline 
Isodesmosine 
allo-Isoleucine 
N-Methyiglycine, sarcosine 
N-Methylisoleucine 
6-N-Methyllysine 
N-Methylvaline 

Nva Norvaline 

Nle Norleucine 

Orn Ornithine 


* Indicates a correction of a minor typographical error. 


Section 1.823(a) is proposed to be amended to provide for 
a reference to a Sequence Listing Annex in the application 
immediately before the claims and to provide the paper 
Sequence Listing as an Annex, which is a separately numbered 
section of the application. This is an internationally desired 
change and also would facilitate easier storage of very large 
Sequence Listings separate from the main part of the file during 

y of the application. 

Section 1.823(b) is proposed to be amended to insert a table 
to depict items of information (data elements) which are to be 
included in the Sequence Listing and to indicate whether they 
are mandatory or optional. The revisions reflect the 
change to a ~<a neutral submission. The English language 
data elements headings would be replaced by numeric identi- 
fiers. The numeric identifiers are similar to INID codes (“Inter- 
nationally agreed Numbers for the Identification of Data” as 
per WIPO Standard ST.9, December 1990) already utilized 
internationally in patent documents. This change would facili- 
tate a single international standard which would eliminate the 
need for translations into non-English languages. Large portions 
of Section 1.823(b) are proposed to be deleted to lessen the 
burden on applicants and to eliminate collections of material 
which is of limited use to the Office. The following items are 
typical of material which would be deleted: 


(1)(viKC) CLASSIFICATION; 

(2)(i(C) STRANDEDNESS, 

(2)(ii) MOLECULE TYPE through (2)(vii)(C) UNITS; and 
(2)(ix(C) IDENTIFICATION METHOD. 
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In order to clarify the rule, the proposed change would iden- 
tify specifically those items which can be enumerated once in 
a Sequence Listing. 

It is proposed that the recommended designation be elimi- 
nated, leaving only mandatory and optional elements. Accord- 
ingly, it is proposed to change element 140% Correspondence 
Address and elements 4150 through 154% from mandatory 
to optional. Elements <100% General Information,<200> 
Information for SEQ ID NO, and <4400% Sequence Descrip- 
tion: SEQ ID NO have been clarified as mandatory. In element 
4193, it is proposed to change TELEX to Electronic mail 
address to be current with technology. 

It is proposed to eliminate Strandedness because the informa- 
tion is of limited use to the Office. It is proposed to limit the 
response for Topology to linear or circular because any other 
response does not permit an uate search. Because it is 
essential to the search to know whether the sequence is circular, 
providing one of these two responses to this data element is 
mandatory in the Sequence Listing. Consistent with the interna- 
tional desire for eliminating language in the Sequeace Listing, 
Topology would be identified as L (linear) or C (circular), and 
sequence Type would be N (nucleotide) or A (amino acid). 

It is proposed to change Feature from a recommended to a 
mandatory element if the sequence contains “N”, “Xaa”, a 
modified or unusual L-amino acid or a modified base. This 
change would highlight the presence of an unusual residue in 
the sequence which is important to anyone using Sequence 
Listing information. 

Section 1.824 is proposed to be amended by revising the 
current paragraphs (a) through (h) into paragraphs (a) through 
(c). 


Specifically, the following changes are proposed for § 1.824: 


Current § 1.824, paragraph (a), is proposed to be redesignated 
- bry eae (a)(1). In addition, the term “series of diskettes” 
id be added to indicate the acceptability of receiving 
numerous disks for large submissions. Current 
to be redesignated as paragraph (a)(2). Current 
paragraph ( (c) is proposed to be redesignated as paragraph (a)(3). 
urrent paragraph (d) is proposed to be deleted because .it is 
ceed into paragraph (a)(1). Current (e) is 
proposed to be deleted since the PTO has not found it to be 
necessary and feels it should not be a requirement placed on 
the applicant, although the applicant may sapeeety continue 
the practice of using write-protection if desired. li proposed 
paragraph (a)(4), a “compressed file” format meta be intro- 
duced as an acceptable means to submit a large sequence listing, 
and in h (a)(5), directions on suppressing 
page numbering on the computer readable form version would 
be added for clarity. 
The text of current paragraph (f) is proposed to be deleted, 
but the list of computer readable files is proposed to be redesig- 
nated as paragraphs under new (b) and (c). In proposed para- 
graph (b), the explanation for “pagination” is proposed to be 
revised to reflect the correct format required. Proposed para- 
graph (b)(1) is proposed to be revised by deleting diskettes 
from PS/2 operating system as an accepted format. In proposed 
paragraph (c), the diskette requirements are proposed to be 
rearranged so that the most common diskette size used for 
submissions is at the top of the list. Also in proposed paragraph 
(c)(2), “format” is proposed to be amended to accommodate 
the current PTO equipment, and in proposed new paragraphs 
(c)(3), (4), and (5), additional items would be added to the list 
of acceptable media types due to the changes in available 
equipment at the PTO. 
Current — (g) is proposed to be redesignated as 
) 


Current ees og (h) is proposed to be deleted because the- 
text is proposed to be into paragraph (a)(6). The 
label requirements would be rewritten more concisely than with 
the previous rules. In addition, fewer items would be required 
to be placed on the label under this proposed because 
the other items are no longer deemed necessary by the PTO. 

Current Appendix A is proposed to be rewritten to reflect the 
correct format of a Sequence Listing. The proposed Appendix A 
is presented to provide a sample listing in the correct format 
as described in the Table of amended § 1.823(b). This sample 
includes the use of numeric identifiers which reflect the change 
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language neutral submission. Current Appendix B is pro- 
aie 
valid under changes in this proposed rule 


Review Under the Paperwork Reduction Act of 1995 


This proposed rule change contains information collection 

requirements which are subject to review by the Office of 

nt and Budget (OMB) under the Paperwork Reduc- 
tion Act of 1995, 44 U.S.C. 3501, et seq. The title, description 
and t description of the information collection is 
shown below with an estimate of the annual reporting burdens. 
Included in the estimate is the time for reviewing instructions, 
gathering and maintaining the data needed, and completing and 
reviewing the collection of information. 

With respect to the following collection of information, the 
PTO invites comments on: (1) whether the proposed collection 
of information is necessary for the proper performance of the 
PTO’s functions, including whether the information will have 
practical utility; (2) the accuracy of the PTO’s estimate of the 
burden of the proposed collection of information, including the 
validity of the methodol and ions used; (3) ways 
to enhance the quality, utility, and clarity of the information 
to be collected; and (4) ways to minimize the burden of the 
collection of information on respondents, including eres glow the 
use of automated collection a when appropriate, and 
other forms of information technology. 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
control number. 


OMB Number: 0651-0024 

Title: Requirements for Patent Applications Containing 
Nucleotide Sequence and/or Amino Acid Sequence Disclosures 

Form Numbers: None 

Type of Review: Revision of currently approved collection 

Affected Public: Individuals or households, business or other 
for-profit institutions, not-for-profit institutions, and Federal 
Government 

i Number of Respondents: 4,600 
Estimated Time Per Response: 80 minutes 
Estimated Total Annual Burden Hours: 6,133 


Needs and Uses: The PTO requires biotechnology patent 
applicants to submit sequence information to enable the PTO 
to properly examine and process their applications. 

As required by the Paperwork Reduction Act of 1995, 44 
U.S.C. 3507(d), the PTO has submitted a copy of this 
rulemaking to OMB for its review of this information collection. 
Interested persons are requested to send comments regarding 
these information collections, including suggestions for 
reducing this burden, to the Office of Information and Regula- 
tory Affairs of OMB, New Executive Office Bldg., 725 17th 
Street, N.W., Room 10235, Washington, D.C. 20503, Attn: 
Desk Officer for the Patent and Trademark Office. 

OMB is required to make a decision concerning the collection 
of information in these proposed regulations between 30 and 
60 days after the publication of this document in the Federal 
Register. Therefore, a comment to OMB is best assured of 
having its full effect if OMB receives it within 30 days of 
publication. This does not affect the deadline for the public to 
comment to the PTO on the proposed regulations. 


Other Considerations 


This proposed rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), 
Executive Order 12612, and the Paperwork Reduction Act of 
1995, 44 U.S.C. 3501 et seq. It has been determined that this 
ote tag rule is not significant for the purposes of Executive 

12866. 


OTe Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
this proposed rule change would not have a significant eco- 
nomic impact on a substantial number of small entities (Regula- 
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tory Flexibility Act, 5 U.S.C. a The principal effect 
ad clarify the rules governing 
ee 


of this rule change is to simplify and 
ions 


PTO has also determined that this saiplibetl rule change 
has no Federalism implications affecting the relationship 
between the National Government and the States as outlined 
in Executive Order 12612. 


List of Subjects in 37 CFR Part | 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record- 
keeping requirements, Small businesses. 


For the reasons set forth in the preamble and under the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6, the PTO proposes to amend 37 CFR 
Part 1 as set forth below. Removals are indicated by brackets 
(() and additions indicated by arrows (> <4). 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue to 
read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.77 is proposed to be amended by redesignating 


current paragraphs (g) through (j) as paragraphs (h) through 
(k) and by adding new paragraphs (g) and (1) to read as follows: 


§ 1.77 Arrangement of application elements. 


P(g) Reference to Sequence Listing Annex.<4 
{(g)](h)<4 Claim or claims. 

[(h)](i)<4 Abstract of the disclosure. 
[@)](j)<4 Signed oath or declaration. 
[()]>(k)<4 Drawings. 

P(1) Sequence Listing Annex. <4 


3. Section 1.821 is proposed to be amended by revising para- 
graphs (a) and (c)-(h) to read as follows: 


§ 1.821 Nucleotide and/or amino acid sequence disclosures 
in patent applications. 


(a) Nucleotide and/or amino acid sequences as used in §§ 
1.821 through 1.825 are interpreted to mean an unbranched 
sequence of four or more amino acids or an unbranched 
sequence of ten or more nucleotides. Branched sequences are 
specifically excluded from this definition. Sequences with 
fewer than four specifically defined nucleotides or amino acids 
are specifically excluded from this rule. “Specifically defined” 
means those amino acids other than “Xaa” and those nucleotide 
bases other than “N” defined in accordance with the World 
Intellectual Property Organization (WIPO) Handbook on Indus- 
trial Property Information and Documentation, Standard ST.23: 
Recommendation for the Presentation of Nucleotide and Amino 
Acid Sequence Listings in Patent Applications and in Published 
Patent Documents, paragraphs 8 through 12, April 1994, herein 

by reference. (Hereinafter “WIPO Standard ST.23 

Ans. 1994)”). This incorporation by reference was approved 
by the Director of the Federal Register in accordance with 5 
U.S.C. 552(a) and 1 CFR part 51. Copies of ST.23 may be 
obtained from the World Intellectual Organization; 
34 chemin des Colombettes; 1211 Geneva 20 Switzerland. 
Copies of ST.23 may be inspected at the Patent Search Room; 
Cc Plaza 3, Lobby Level; 2021 South Clark Place; 
Arlington, VA 22202; or at the Office of the Federal Register, 
800 North Capitol Street, NW, Suite 700, Washington, D.C. 
<4 Nucleotides and amino acids are further defined as follows: 

(1) Nucleotides are intended to embrace only those nucleo- 
tides that can be mted using the symbols set forth in [§ 
1.822(b)(1)] WIPO Standard ST. 23 (April 1994), paragraph 
84. Modifications, ¢.g., methylated bases, may be described 
as set forth in [§ 1.822(b)] WIPO Standard ST.23 (April 
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1994), paragraph 94 , but shall not be shown explicitly in the 
nucleotide sequence. 

en een ee at 
in naturally proteins and are listed in [§ 1 S202) 
> WIPO Standard oF 23 (April 1994), paragraph 114. Those 
amino acid sequences containing D-amino acids are not 
intended to be embraced by this definition. Any amino acid 
sequence that contains post-translationally modified amino 
acids may be described as the amino acid sequence that is 
initially translated using the symbols shown in ats 1 ee 
WIPO Standard ST.23 (April 1994), paragraph 11< 
the modified positions; e.g., hydroxylations or gly: sister, 
being described as set forth in [§ 1.822(b)] WIPO Standard 
ST.23 (April 1994), paragraph 12<4, but these modifications 
shall not be shown explicitly in the amino acid sequence. Any 
peptide or protein that can be e as a sequence using 
the symbols in [§ 1.822(6)(2)] WIPO Standard ST.23 (April 
1994), paragraph 114 in conjunction with a description [else- 
where in the “Sequence Listing”] Pin the Feature section to 
describe, for example, modified linkages, cross links and end 
caps, non-peptidyl bonds, etc., is embraced by this definition. 

** * 

(c) Patent applications which contain disclosures of nucleo- 
tide and/or amino acid sequences must contain, as a separate 
part of the disclosure on paper copy, hereinafter referred to as 
the “Sequence Listing,” a disclosure of the nucleotide and/or 
amino acid sequences and associated information using the 
symbols and format in accordance with the requirements of 
§§ 1.822 and 1.823. Each sequence disclosed must appear 
separately in the “Sequence Listing.” Each sequence set forth in 
the “Sequence Listing” shall be assigned a separate integer 
identifier [written as SEQ ID NO:1, SEQ ID NO:2, SEQ ID 
NO:3, etc]. The integer identifiers shall begin with 1 and 
increase sequentially by integers. If no sequence is present for 
an integer identifier, the words “This sequence omitted” shall 
appear following the integer identifier. 

(d) Where the description or claims of a patent application 
discuss a sequence —— | that is set forth in the “Sequence 
Listing” in accordance with paragraph (c) of this section, refer- 
ence must be made to the sequence by use of the [assigned] 
P integer identifier, P preceded by “SEQ ID NO:’€ in the 
text of the description or claims, even if the sequence is also 
embedded in the text of the description or claims of the patent 


application. 
(e) A copy of the “Sequence Listing” referred to in 
(c) of this section must also be submitted in computer readable 
form in accordance with the requirements of § 1.824. The 
computer readable form is a copy of the “Sequence Listing” 
necessarily be 


and will not y be retained as a part of the patent 
application file. If the computer readable form of a new applica- 
tion is to be identical with the readable form of another 
application of the applicant on file in the Office, reference may 
be made to the other application and computer readable form 
in lieu of filing a duplicate computer readable form in the 
new application Pif the computer readable form in the other 
application was compliant with all of the requirements of these 
rules. The new application shall be accompanied by a letter 
making such reference to the other application and computer 
readable form, both of which shall be completely identified. 
P In the new application, applicant must also request the use 
of the compliant computer readable “Sequence Listing” that is 
already on file for the other application and must state that the 
paper copy of the “Sequence Listing” in the new application 
is identical to the computer readable copy filed for the other 
application. <4 

ees arly ananee o 
of this section and the computer readable form required by 
ee ene 

the paper and computer readable copies are the same must be 
submitted with the computer readable form. Such a statement 
must be a verified statement if made by a person not registered 
to practice before the Office. 

ee ae ae} 
of this section are not satisfied at the time of filing under 35 
U.S.C. 111 ®(a)<or at the time of entering the national stage 
under 35 U.S.C. 371, applicant has one month from the date 
of a notice which will be sent requiring compliance with the 
requirements in order to prevent abandonment of the applica- 
tion. Any submission in response to a requirement under this 
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must be accompanied by a statement that the submis- 
sion includes no new matter. Such a statement must be a verified 
statement if made by a person not registered to practice before 
the Office. 
yan of the requirements of paragraphs (b) through (f) 
of this section are not satisfied at the time of filing [,in the 
United States oy ata Office,] an international application 
under the Patent Cooperation Treaty (PCT) [applicant has one 
connie nee totadian ot 4 eothan sen which application 
is to be searched by the United States International 
Authority or examined by the United States International os 
liminary Examining Authority, applicant€ will be sent Pa 
notice requiring compliance with the requirements [,or such 
other time as may be set by the Commissioner, in which to 
comply] within a prescribed time period. Any submission 
in response to a requirement under this paragraph must be 
accompanied by a statement that the submission does not 
include [new] matter [or go] P which goes4 beyond the disclo- 
sure in the international application as filed. Such a statement 
must be a verified statement if made by a person not registered 
to practice before the Office. If applicant fails to timely provide 
the required computer readable form, the United States Interna- 
tional Searching Authority shall search only to the extent that 
a meaningful search can be performed P and the United States 
International Preliminary Examining Authority shall examine 
-_ to io extent that a meaningful examination can be per- 
‘ormed <4. 


eee 


4. Section 1.822 is proposed to be revised to read as follows: 


§ 1.822 Symbols and format to be used for nucleotide and/ 
or amino acid sequence data. 


(a) The symbols and format to be used for nucleotide and/ 
or amino acid sequence data shall conform to the requirements 
of paragraphs (b) through [(p)] ®(e)< of this section. 

(b) The code for representing the nucleotide and/or amino 
acid sequence characters shall conform to the code set forth 
in the tables in [paragraphs (b)(1) and (b)(2) of this section] 
WIPO Standard ST.23 (April 1994), paragraphs 8 and 11. 
This incorporation by reference was approved by the Director 
of the Federal Register in accordance with 5 U.S.C. 552(a) and 
1 CFR part 51. Copies of ST.23 may be obtained from the World 
Intellectual Property Organization; 34 chemin des Colombettes; 
1211 Geneva 20 Switzerland. Copies of ST.23 may be inspected 
at the Patent Search Room; Crystal Plaza 3, Lobby Level; 2021 
South Clark Place; Arlington, VA 22202; or at the Office of 
the Federal Register, 800 North Capitol Street, NW, Suite 700, 
Washington, DC <. No code other than that specified in [this 
section] P these sections shall be used in nucleotide and 
amino acid sequences. A modified base or modified or 
unusual amino acid may be presented in a given sequence 
as the corresponding unmodified base or amino acid if the 
modified base or modified or unusual amino acid is one 
of those listed in hs x1) , (p)(2) of this ory! 
> WIPO Standard ST.23 (April 1994), paragraphs 9 and 124 
and the modification is also set forth [elsewhere in the Sequence 
Listing (for e le, FEATURES § 1.823(b)(2)(ix))] Pin the 
Feature section bases or amino acids not 
appearing in paragraphs [(b)(1) or (b)(2) of this section] P8 
and 11 of the WIPO Standard ST.23 (April 1994) shall be 
listed in a given sequence as “N” or “Xaa,” respectively, with 
further information, as appropriate, given [elsewhere in the 
Sequence Listing] Pin the Feature section. 


[{ (1) Base codes: 


Symbol 
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A or C or G; not T/U 
A or C or T/U; not G 
A or G or T/U; not C 
C or G or T/U; not A 
(A orC orG or T/U) or (unknown or other) 


ZWOM<AxvEWE g 
g 


(2) Amino acid three-letter abbreviations: 
Abbreviation Amino acid name 


Arginine 

Asparagine — 

Aspartic Acid 

Aspartic Acid or Asparagine 
Cysteine 

Glutamic Acid 

Glutamine 

Glutamine or Glutamic Acid 
Glycine 

Histidine 

Isoleucine 

Leucine 

Lysine 

Methionine 

Phenylalanine 

Proline 


Serine 

Threonine 
Tryptophan 
Tyrosine 

Valine 

Unknown or other } 


(c) Format representation of nucleotides: 

(1)4 A nucleotide sequence shall be listed us:ng the P lower- 
case letter for representing the one-letter code for the nucleo- 
tide bases[, as] set forth in [paragraph (b)(1) of this section] 
WIPO Standard ST.23 (April 1994), paragraph 844. 

[(d) The amino acids corresponding to the codons in the 
coding parts of a nucleotide sequence shall be typed immedi- 
ately below the corresponding codons. Where a codon spans 
an intron, the amino acid symbol shall be typed below the 
portion of the codon containing two nucleotides. 

(e) The amino acids in a protein or peptide sequence shall 
be listed using the three-letter abbreviation with the first letter 
a , as in paragraph (b)(2) of this section. ] 

[(f)] (2) The bases in a nucleotide sequence (including 
introns) shall be listed in groups of 10 bases except in the 
coding parts of the sequence. Leftover bases, fewer than 10 in 
number, at the end of noncoding parts of a sequence shall be 
grouped together and separated from adjacent groups of 10 or 
3 bases by a bm 

[(g)] (3)<4 The bases in the coding parts of a nucleotide 
sequence shall be listed as triplets (codons). The amino acids 

Ficusunauiaaiey valet on comagentes 
sequence shall be typed immediately below the 
codons. Where a codon spans an intron, the auinc eald wal 
shall be typed below the portion of the codon containing two 
nucleotides. 4 

[(h) A protein or peptide sequence shall be listed with a 
maximum of 16 amino acids per line, with a space provided 
between each amino acid.] 

{@] ®(4)<4 A nucleotide sequence shall be listed with a 
maximum of 16 codons or 60 bases per line, with a space 
provided between each codon or group of 10 bases. 

[Gj] (5) A nucleotide sequence shal! be presented, only 
by a single strand, in the S’ to 3’ direction, from left to right. 
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[(k) An amino acid sequence shall be presented in the amino 
7 ee ee eer See Soe ee ane 
xy —S not be presented in the sequence.} 

[(1)] ®(6)<4 The enumeration of nucleotide bases shall start 
at the first base of the sequence with number |. The enumeration 
shall be continuous through the whole sequence in the direction 
5” to 3’. The enumeration shall be marked in the right margin, 
next to the line containing the one-letter codes for the bases, 
and giving the number of the last base of that line. 

[(m) The enumeration of amino acids may start at the first 
amino acid of the first mature protein, with the number 1. The 
amino acids preceding the mature protein, e.g., pre-sequences, 
pro-sequences, pre-pro-sequences and signal sequences, when 
presented, shall have negative numbers, counting backwards 
starting with the amino acid next to number 1. Otherwise, the 
enumeration of amino acids shall start at the first amino acid 
at the amino terminal as number 1. It shall be marked below 

sequence every 5 amino acids.]} 

[(n)] (7) For those nucleotide sequences that are circular 
in configuration, the enumeration method set forth in paragraph 
i) prego tgree of this section remains applicable with the excep- 
tion designation of the first base of the nucleotide 
sequence may be made at the option of the applicant. [The 
enumeration method for amino acid sequences that is set forth 
in paragraph (m) of this section remains applicable for amino 
acid sequences that are circular in configuration.] 

»>(d) Representation of amino acids: 

(1) The amino acids in a protein or peptide sequence shall 
be listed using the three-letter abbreviation with the first letter 
poe Nr aa ate ST.23 (April 
1994), paragraph 11 

(2) A protein or peptide sequence shall be listed with a 
maximum of 16 amino acids per line, with a space provided 
between each amino acid. 

(3) An amino acid sequence shall be presented in the amino 
to carboxy direction, from left to right, and the amino and 
carboxy groups shall not be presented in the sequence. 

(4) The enumeration of amino acids may start at the first 
amino acid of the first mature protein, with the number 1. The 
amino acids preceding the mature protein, e.g., pre-sequences, 
pro-sequences, pre-pro-sequences and signal sequences, when 
presented, shall have negative numbers, counting backwards 
starting with the amino acid next to number 1. Otherwise, the 
enumeration of amino acids shall start at the first amino acid 
at the amino terminal as number 1. It shall be marked below 
the sequence every 5 amino acids. The enumeration method 
for amino acid sequences that is set forth in this section remains 
applicable for amino acid sequences that are circular in configu- 
ration. 

(5S) An amino acid sequence that contains internal terminator 
symbols, e.g., “Ter”, “*”, or “.”, etc., may not be represented 
as a single amino acid sequence, but shall be presented as 
separate amino acid sequences. 

(e)<4 [(0)] A sequence with a gap or gaps shall be presented 
as a plurality of separate sequences, with separate [sequence] 
P integer identifiers, with the number of separate sequences 
being equal in number to the number of continuous strings of 
sequence data. A sequence that is made up of one or more 
noncontiguous segments of a larger sequence or segments from 
different sequences shall be presented as a separate sequence. 

[(p) The code for representing modified nucleotide bases 
and modified or unusual amino acids shall conform to the code 
set forth in the tables in paragraphs (p)(1) and (p)(2) of this 
section. The modified base controlled vocabulary in 
(p)(1) of this section and the modified and unusual amino acids 
in paragraph (p)(2) of this section shall not be used in the 
nucleotide and/or amino acid sequences; but may be used in 
the description and/or the “Sequence Listing” corresponding 
to, but not including, the nucleotide and/or amino acid sequence. 

(1) Modified base controlled vocabulary: 


Abbreviation Modified base description 

ac4c 4-acetylcytidine. 

chmSu 5-(carboxyhydroxylmethyl)uridine. 

cm 2’-O-methylcytidine 

cmnm5s2u 5-carboxymethylaminomethy!-2- 
thioridine. 

cmnmSu 


5-carboxymethylaminomethyluridine. 
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5-methylcytidine. 
N6-methyladenosine. 
7-methylguanosine. 
5-methylaminomethyluridine. 
5-methoxyaminomethy]-2-thiouridine. 
beta,D-mannosylqueosine. 
5-methoxycarbonylmethyluridine. 
5-methox 
2- -methylthio-N6-isopentenyladenosine. 
N-((9-beta-D-ribofuranosyl-2- 
methylthiopurine-6- 
yl)carbamoyl)threonine. 
N-((9-beta-D-ribofuranosylpurine-6-yl)N- 
methylcarbamoy])threonine 
uridine-5-oxyacetic acid methylester. 
uridine-5S-oxyacetic acid (v). 
wybutoxosine. 
queosine. 
2-thiocytidine. 
5-methyl-2-thiouridine. 
2-thiouridine. 
4-thiouridine. 
5-methyluridine. 
Seas 

yl)carbamoyl) threo 
PO metnt ar 
2’-O-methyluridine. 

wybutosine. 

ihaake bh clberenarbadiion, 
(acp3)u. 


(2) Modified and unusual amino acids: 
Abbreviation Modified and unusual amino acid 


2-Aminoadipic acid. 

3-aminoadipic acid. 

beta-Alanine, beta-Aminopropionic acid. 
2-Aminobutyric acid. 

4-Aminobutyric -_ piperidinic acid. 


2,4-Diaminobutyric acid. 
Desmosine. 
px -Diaminopimelic acid. 


2,3-Diaminopropionic acid. 
N-Ethylglycine. 
N-Ethylasparagine. 


Hydroxylysine. 
allo-Hydroxylysine. 
3-Hydroxyproline. 
4-Hydroxyproline. 
Isodesmosi 


ine. 
allo-Isoleucine. 
N-Methylglycine, sarcosine. 
N-Methylisoleucine. 
N-Methylvaline. 

Norvaline. 
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Abbreviation Modified and unusual amino acid 
Nle Norleucine. 
Om Ornithine. ] 


5. Section 1.823 is proposed to be revised to read as follows: 
§ 1.823 Requirements for nucleotide and/or amino acid 
sequences as partof the application papers. 

(a) The “Sequence Listing” required by § 1.821(c), setting 
forth the nucleotide and/or amino acid , and associ 

ated information i in accordance with para; (b) of this sec- 
tion, must begin on a new page and be titled “Sequence Listing” 
eg ~~ . On a separate page of the application specifica- 

immediately prior to the claims [.]>, there shall be a 
reference to the presence of the “Sequence Listing” in a 
Listing Annex.” The “Sequence Listing” shall 
appear in the “Roquenas Listing Annex,” which is numbered 
independently of the numbering of the remainder of the applica- 
tion and shall be placed in the application file. Upon printing 
the application as a patent, the “Sequence Listing Annex” con- 
taining the “Sequence Listing” shall be printed immedi- 
ately before the patented claims. Each page of the “Sequence 
Listing” shall contain no more than 66 lines and each line shall 
contain no more than 72 characters. A fixed-width font shall 
be used exclusively throughout the “Sequence Listing.” 

(b) The “Sequence Listing” shall, except as otherwise indi- 
cated, include, in addition to and immediately preceding the 
actual nucleotide and/or amino acid sequence, the [following 
items of information.] > numeric identifiers and their accompa- 
nying information as shown in the following table. The numeric 
identifier shall be used only in the “Sequence Listing.” <4 The 
order and presentation of the items of information in the 
“Sequence Listing” shall conform to the arrangement given 
below [,except that parenthetical explanatory information fol- 
lowing the headings (identifiers) is to be omitted]. Each item 
of information shall begin on a new line [, enumerated with 
the number/numeral/letter in parentheses as shown below, with 
the heading (identifier) in upper case characters, followed by 
a colon, and then followed by the information provided] > 
beginning with the numeric identifier enclosed in angle brackets 
as shown. Except as allowed below, no item of information 
shall occupy more than one line. [Those items of information 
that are applicable for all sequences shall only be set forth once 
in the “Sequence Listing.”] The submission of those items 
of information designated with an “M” is . [The 
submission of those items of information designated with an 
“R” is reco but not required.) The submission of 
those items of information designated with an “O” is optional. 
Numeric identifiers <100% through <193> shall only be 
set forth at the beginning of the “Sequence Listing.” Those 
items designated with “rep” may have multiple responses and, 
as such, the item may be repeated in the “Sequence Listing.” 

[() GENERAL INFORMATION (Application, diskette/ 
tape and publication information): 

(i) APPLICANT (maximum of first ten named applicants; 
specify one name per line: SURNAME comma OTHER 
NAMES and/or INITIALS - 

(ii) TITLE OF INVENTION (title of the invention, as 
elsewhere in application, four lines maximum - M): 

(iii) NUMBER OF SEQUENCES (number of sequences 
in the “Sequence Listing” (M): 

(iv) CORRESPONDENCE ADDRESS (M): 

(A) ADDRESSEE (name of applicant, firm, company or 
institution, as may be appropriate): 

(B) STREET (correspondence street address, as elsewhere 
in application, four lines maximum): 

(C) CITY (correspondence city address, as elsewhere in 
application): 

_ (D) STATE (correspondence state, as elsewhere in appli- 


on): 

(E) COUNTRY (correspondence country, as elsewhere in 
application): 

(F) ZIP (correspondence zip or postal code, as elsewhere 
in application): 

(v) COMPUTER READABLE FORM (M): 

(A) MEDIUM TYPE (type of diskette/tape submitted): 

(B) COMPUTER (type of computer used with diskette/ 
tape submitted): 
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(C) OPERATING SYSTEM (type of operating system 


(D) SOFTWARE (type of software used to create com- 
puter readable form): 

(vi) CURRENT APPLICATION DATA (M, if available): 

(A) APPLICATION NUMBER (U.S application number, 
including a series code, a slash and a serial number, or U.S. 
PCT application number, including the letters PCT, a slash, a 
two-letter code indicating the U.S. as the Receiving Office, a 
two-digit indication of the year, a slash and a five-digit number, 
if available): 

(B) FILING DATE (U.S. or PCT application filing date, 
if available; specify as dd-MMM-yyyy): 

(C) CLASSIFICATION (IPC/US classification or F-term 
designation, where F-terms have been developed, if assigned, 
specify each designation, left justified, within an eighteen- 
position alpha numeric field - rep, to a maximum of ten classifi- 
cation designations): 

(vii) PRIOR APPLICATION DATA (prior domestic, for- 
eign priority or international application data, if applicable - 

): 

(A) APPLICATION NUMBER (application number; 
specify as two-letter country code and an eight-digit application 
number; or if a PCT application, specify as the letters PCT, a 
slash, a two-letter code indicating the Receiving Office, a two- 
digit indication of the year, a slash and a five-digit number): 

(B) FILING DATE (document filing date, specify as dd- 
MMM-yyyy): 

(viii) ATTORNEY/AGENT INFORMATION (0): 

(A) NAME (attorney/agent name; SURNAME comma 
OTHER NAMES and/or INITIALS): 

(B) REGISTRATION NUMBER (attorney/agent registra- 
tion number): 

(C) REFERENCE/DOCKET NUMBER (attorney/agent 
reference or docket number): 

(ix) TELECOMMUNICATION INFORMATION (0): 

(A) TELEPHONE (telephone number of applicant or 
attorney/agent): 

(B) TELEFAX (telefax number of applicant or attorney/ 
agent): 

(C) TELEX (telex number of applicant or attorney/agent): 

(2) INFORMATION FOR SEQ ID NO: X (rep): 

(i) SEQUENCE CHARACTERISTICS (M): 

(A) LENGTH (sequence length, expressed as number of 

pairs or amino acid residues): 

(B) TYPE (sequence type, i.e., whether nucleic acid or 
amino acid): 

(C) STRANDEDNESS (if nucleic acid, number of strands 
of source organism molecule, i.e., whether single-stranded, 
double-stranded, both or unknown to applicant): 

(D) TOPOLOGY (whether source organism molecule is 
circular, linear, both or unknown to applicant): 

(ii) MOLECULE TYPE (type of molecule sequenced in 
SEQ ID NO:X (at least one of the following should be included 
with subheadings, if any, in Sequence Listing - R)): 

- Genomic RNA; 
- Genomic DNA; 
- mRNA 
- tRNA; 
- rRNA; 
- snRNA; 
- scRNA; 
- preRNA; 
- cDNA to genomic RNA; 
- cDNA to mRNA; 
- cDNA to tRNA; 
- cDNA to rRNA; 
- cDNA to snRNA; 
- cDNA to scRNA; 
- Other nucleic acid; 
(A) DESCRIPTION (four lines maximum): 
_ and 


- peptide 

(iii) HYPOTHETICAL (yes/no - R): 

(iv) ANTI-SENSE (yes/no - R): 

(v) FRAGMENT TYPE (for proteins and peptides only, 
at least one of the following should be included in the Sequence 
Listing - R): 

N-terminal fragment; 
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- C-terminal none and 
- internal 
(vi) ORIGINAL SOURCE (original source of molecule 
sequenced in SEQ IDNO:X - R): 
(A) Sens (scientific name of source organism): 


(C) INDIVIDUAL ISOLATE (name/number of indi- 
vidual/isolate): 

(D) DEVELOPMENTAL STAGE (give developmental 
stage of source organism and indicate whether derived from 
germ-line or mpece developmental pattern): 


(vii) IMMEDIATE SOURCE (immediate experimental 
source of the sequence in SEQ ID NO:X - R): 

(A) LIBRARY (library -type, name): 

(B) CLONE (clone(s)): 

(viii) POSITION IN GENOME (position of sequence in 
SEQ ID NO:X in genome - R): 

(A) CHROMOSOME/SEGMENT (chromosome/seg- 
ment - name/number): 

(B) MAP POSITION: 

(C) UNITS (units for map position, i.e., whether units are 
genome percent, nucleotide number or other/s specify): 

(ix) FEATURE (description of points of biological signifi- 
cance in the sequence in SEQ ID NO:X -R/rep): 

(A) NAME/KEY (provide appropriate identifier for fea- 
ture - four lines maximum): 

(B) LOCATION (specify location according to syntax of 
DDBJ/EMBL/GenBank Feature Tables Definition, including 
whether feature is on complement of presented sequence; where 

iate state number of first and last bases/amino acids in 
feature - four lines maximum): 

(C) IDENTIFICATION METHOD (method by which the 
feature was identified, i.e., by experiment, by similarity with 
known sequence or to an established consensus sequence, or 
by similarity to some other pattern - four lines maximum): 

(D) OTHER INFORMATION (include information on 
phenotype conferred, biological activity of sequence or its 
product, macromolecules which bind to sequence or its product, 
or other relevant information - four lines maximum): 

(x) PUBLICATION INFORMATION (Repeat section for 
each relevant publication - O/rep): 

(A) AUTHORS (maximum of first ten named authors of 
publication; specify one name per line: SURNAME comma 
OTHER NAMES and/or INITIALS - rep): 

(B) TITLE (title of publication): 

(C) JOURNAL (journal name in which data published): 

(D) VOLUME (journal volume in which data published): 

(E) ISSUE (journal issue number in which data published): 

(F) PAGES (journal page numbers in which data pub- 
lished): 

(G) DATE (journal date in which data published; specify 
as dd-MMM-yyyy, MMM-yyyy or Season-yyyy): 

(H) DOCUMENT NUMBER (document number, for 
patent type citations only; specify as two-letter country code, 
eight-digit document number (right justified), one letter and as 
appropriate, one number or a space as a document type code; 
or if a PCT application specify as the letters PCT, a slash, a 
two-letter code indicating the Receiving Office, a two-digit 
indication of the year, a slash and a five-digit number; or if a 
PCT publication, specify as the two letters WO, a two-digit 
indication of the year, a slash and a five-digit publication 
number): 

(D) FILING DATE (document filing date, for patent-type 
citations only; specify as dd-MMM- ): 

(J) PUBLICATION DATE (document publication date; 
for patent-type citations a specify as dd-MMM-yyyy): 

(K) RELEVANT RES ee 
FROM (position) TO (positio 

(xi) SEQUENCE DESCRIPTION: SEQ ID NO:X:] 


> 
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Numeric Identifier 


/<i00 = =—— General Information Leave blank after <4100> 
pase asa Max. of 10 names; one name per line; 


g 
5 


Comments and Format 


z 
: 


or Initials; rep 
umber of Sequences 


dence Address 4140 must be present if subheadings 
4141-146 are used 


i 
ML 


| 


use format: Surname, Other Names and/ 
itle of Invention 


<4143> 


Q 
2 


State or Provine ee oe 


Zip or Postal Code 


Computer Readable Form Leave blank after <4150> 


Type of diskette/tape submitted 


Type of computer used to create disk- 
ette/tape 


ing System Type of operating system on computer 


Type of software used to create com- 
puter readable form 


: 
; 


9 


| 


are 

Current Application Data Leave blank after<4160%; <160® must|M, if available 
be present if subheadings 4161 > & 
4162» are used 

Application Number Specify as: US 07/999,999 or PCT/(M, if available 
US96/99999 


ili Specify as: dd-MMM-yyyy M, if available 


<170> Prior Application Data Insert heading/subheadings only if|M, if applicable 
applicable; leave blank after<4170>; 
4170 must be present if subheadings 
“4171 & <i> are used; rep. 
i Specify as: US 07/999,999 or PCT/|M, if applicable 
US96/99999 


<7 ———*d ing Dae Specify as: da: MMM-yyyy [Mi applicable 
Atomney/Agent Information 
or Initials 
Reginraion Number 
File Reference/Docket Number 


Telecommunication Informa-|Leave blank after <190 


Telephone 


Telefax ee et ee 


ie 
'j 
: 


<4171> 


: 
E 
Zz 
: 


<4153> 


Electronic mail address 


Information for SEQ ID NO:#: |Response shall be an integer repre- 
senting the SEQ ID NO shown; rep. 
Sequence Characteristics Leave blank after 210 


Length Respond with an integer expressing the 
number of bases or amino acid residues 


A 

3 

v 
ec. 
& 


| ’ 


Whether presented sequence molecule 
is nucleotide or amino acid, indicated 
by NorA 


Whether presented sequence molecule|M 
is linear or circular, indicated as L or 
Cc 


bi 
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(102) 
ee ee 
Optional 


Description of points of biological sig- 
nificance in the sequence; leave blank |modified or unusual L- 
after <€290P; rep. i i i 


sequence 
Publication Information Leave blank after <300P; rep. lala 


Authors 


lournal 


Journal date in which data published; 
specify as dd-MMM-yyyy, MMM-yyyy 
or Season-yyyy 
Patent Document Number Document number; for patent-type cita- 
tions only 
Document filing date, for patent- 

as dd-MMM: 


lelslslz 


citations only; specify 
yyyy 
Document publication date, for patent- 
type citations only; specify as dd- 
MMM-yyyy 
Relevant Residues FROM (position) TO (position) 

iption: Response shall be an integer repre- 

senting the SEQ ID NO shown; rep. 


6¥ g| £ 
#5 el @ 
Ble) gl 
fel F 
: 

g 

is) 
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6. Section 1.824 is proposed to be revised to read as follows: 


§ 1.824 Form and format for nucleotide and/or amino acid 
sequence submissions in computer readable form. 


(a) The computer readable form required by § 1.821(e) shall 
{contain a printable copy of the “Sequence Listing,” as defined 
in §§ 1.821(c), 1. 82) » A 1.823, recorded as] meet the fol- 
lowing specifications: 

(1) The computer readable form shall contain a single [file 
on] “Sequence Listing” as either a diskette, [or a magnetic 
tape] P series of diskettes, or other permissible media outlined 
in § 1.824(c)<4. [The computer readable form shall be encoded 
and formatted such that a printed copy of the “Sequence Listing” 
may be recreated using the print commands of the computer/ 
operating-systerm configurations specified in paragraph (f) of 
this section.]} 

[(b)] (2)<4 The [file] “Sequence Listing” in paragraph 
(a) ®(1)< of this section shall be [encoded in a subset of 
the] submitted in< American Standard Code for Information 
Interchange (ASCII)  text<4. [This subset shall consist of all 
printable ASCII characters including the ASCII space character 
plus line-termination, pagination and end-of-file characters 
associated with the computer/operating-system configurations 
specified in paragraph (f) of this section.] No other [characters] 
formats shall be allowed. 

[(c)] ®(3)<4 The computer readable form may be created 
by any means, such as word processors, nucleotide/amino acid 
sequence editors or other custom computer programs; however, 
it shall [be readable by one of the computer/operating-system- 
configurations specified in (f) of this section, and 
shall] conform to [the] Pall<4 specifications [in paragraphs (a) 
and (b) of] detailed in this section. 

{(d)The entire printable copy of the “Sequence Listing shall 
be contained within one file on a single diskette or magnetic 
tape unless it is shown to the satisfaction of the Commissioner 
that it is not practical or possible to submit the entire printable 
copy of the “Sequence Listing” within one file on a single 
diskette or magnetic tape. 

(e) The submitted diskette or tape shall be write-protected 
such as by covering or uncovering diskette holes, removing 
diskette write tabs or removing tape write rings. 

(f) As set forth in paragraph (c), above, any means may be 
used to create the computer readable form, as long as the 
following conditions are satisfied. A submitted diskette shall 
be readable on one of the computer/operating-system configura- 
tions described in hs (1) through (3), below. A sub- 
mitted tape shall satisfy the format specifications described in 
paragraph (4), below.] 

(4) File compression is acceptable when using diskette 
media, so long as the compressed file is in a self-extracting 
format that will decompress on one of the systems described 
in paragraph (b) of this section. 

(5) Page numbering shall not appear within the computer 
readable form version of the “Sequence Listing” file. 

(6) All computer readable forms shall have a label perma- 
nently affixed thereto on which has been hand-printed or typed: 
the name of the applicant, the title of the invention, the name 
and type of computer and operating system used, and applica- 
tion serial number and filing date, if known. 

(b) Computer readable form files submitted must meet these 
format requirements: <4 

(1) Computer: IBM PC/XT/AT, Por compatibles [ IBM 
PS/2 or ibles]>,or Apple Macintosh; 

[@](2) g System: [PC-DOS or} MS-DOS [(Ver- 
sions 2.1 or above)]®, Unix or Macintosh 

[Gi)]>(3)<4 Line terminator: ascii oll Return plus 
ASCTI Line Feed; 


[Gii)]>(4)<4 Pagination: [ASCII Form Feed or Series of Line 
Terminators] Continuous file (no “hard page break” codes 
permitted); 

[(iv) End-of-File:ASCH SUB (Ctrl-Z); 

(v)Media:] 
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»>(c) Computer readable form files submitted may be in any 
of the following media: 

[(A) Diskette - 5.25 inch, 360 Kb storage; 

(B) Diskette - 5.25 inch, 1.2 Mb storage; 

(C) Diskette - 3.50 inch, 720 Kb storage; 

(D) Diskette - 3.5 inch, 1.44 Mb storage;] 

(1) Diskette: 3.50 inch, 1.44 Mb storage; 

3.50 inch, 720 Kb storage; 
5.25 inch, 1.2 Mb storage; 
5.25 inch, 360 Kb storage; 

{(vi) Print Command: PRINT filename.extension; 

(2) Computer: IBM PC/XT/AT, IBM PS/2 or compatibles; 

(i) Operating system: Xenix; 

(ii) Line Terminator: ASCH Carriage Return; 

(iii) Pagination: ASCII Form Feed or Series of Line Termina- 
tors; 

(iv) End-of-File: None; 

(v) Media: 

(A) Diskette - 5.25 inch, 360 Kb storage; 

(B) Diskette - 5.25 inch, 1.2 Mb storage; 

(C) Diskette - 3.50 inch, 720 Kb storage; 

(D) Diskette - 3.5 inch, 1.44 Mb storage; 

(vi) Print Command: Ipr filename; 

(3) Computer: Apple Macintosh; 

(i) Operating System: Macintosh; 

(ii) Macintosh File Type: text with line termination 

(iii) Line Terminator: Pre-defined by text type file; 

(iv) Pagination: Pre-defined by text type file; 

(v) End-of-File: Pre-defined by text type file; 

(vi) Media: 

(A) Diskette - 3.50 inch, 400 Kb storage; 

(B) Diskette - 3.50 inch, 800 Kb storage; 

(C) Diskette - 3.50 inch, 1.4 Mb storage; 

(vii) Print Command: Use PRINT command from any Macin- 
tosh Application that processes text files, such as Mac-Write 
or TeachText; 

(4) Magnetic tape: 0.5 inch, up to 2400 feet; 

(i) Density: 1600 or 625¢ bits per inch, 9 track; 

(ii) Format:raw, unblocked; 

(iii) Line Terminator: ASCII Carriage Return plus optional 
ASCII Line Feed; 

(iv) Pagination: ASCII Form Feed or Series of Line Termina- 
tors; 

(v) Print Command (Unix shell version given here as sample 
response -mt/dev/rmt0; 1pr/dev/rmt0):} 

(2) Magnetic tape: 0.5 inch, up to 24000 feet; 

Density: 1600 or 6250 bits per inch, 9 track; 
Format: Unix tar command; specify blocking factor (not 
“block size”) 
. Line Terminator: ASCII Carriage Return plus ASCII Line 
eed; 

(3) 8mm Data Cartridge: 

Format: Unix tar command; specify blocking factor (not 
“block size”) 
Line Terminator: ASCII Carriage Return plus ASCII Line 


Feed; 

(4) CD-ROM: 

Format: ISO 9660 or High Sierra Format 

(5) Magneto Optical Disk: 

Size/Storage Specifications: 5.25 inch, 640 Mb4 

[(g)]>(d)<4 computer readable forms that are submitted to 

Office will not be returned to the applicant. 

[(h) All computer readable forms shall have a label perma- 
nently affixed thereto on which has been hand-printed or typed, 
a description of the format of the computer readable form as 
well as the name of the applicant, the title of the invention, 
the date on which the data were recorded on the computer 
readable form and the name and type of computer and operating 
system which generated the files on the computer readable 
form. If all this information cannot be printed on a label affixed 
to the computer readable form, by reason of size or otherwise, 
the label shall include the name of the applicant and the title 
of the invention and a reference number, and the additional 
information may be provided on a container for the computer 
readable form with the name of the applicant, the title of the 
invention, the reference number and the additional information 
affixed to the container. If the ter readable form is sub- 
mitted after the date of filing under 35 U.S.C. 111, after the 
date of entry in the national stage under 35 U.S.C. 371 or after 





JANUARY 7, 1997 


the time of filing, in the United States Receiving Office, an 
international ion under the PCT, the labels mentioned 
herein must also include the date of the application number, 
including series code and serial number.] 


7. Section 1.825 is proposed to be amended by revising 
graphs (a), (b) and (d ) to read as follows: wage 


ee eens 
and computer readable copy thereo' 


(a) Any amendment to the paper copy of the “Sequence 
a. é 1.821(c)) must be made by the submission of substi- 
te sheets. its must be accompanied by a statement 
on indicates support for the amendment in the application, as 
filed, and a statement that the substitute sheets include no new 
matter. Such a statement must be averified statement if made 
by a person not registered to practice before the Office. 

(b) OF Ee See ey ee nee 
Listing,” in accordance with paragraph (a) of this section, oo 
be accompanied by a substitute copy of the computer readab 
_ (§ 1.821(e)) including all previously submitted data an 

the amendment incorporated therein, accompanied by a state- 
ment that the copy in readable form is the same as 
the substitute copy of the “Sequence Listing.” Such a statement 
must be a verified statement if made by a person not registered 
to practice before the Office. 


(c)*** 


(d) If, upon receipt, the computer readable form is found to 
be damaged or unreadable, applicant must provide, within such 
time as set by the Commissioner, a substitute copy of the data 
in computer readable form ied by a statement that 
the substitute data is identical to that originally filed. Such a 
statement must be a verified statement if made by a person not 
registered to practice before the Office. 


8. Appendix A to Subpart G is proposed to be revised to read 
as follows: 


Appendix A To ss G Of Part 1 - Sample Sequence Listing 
[(1) GENERAL INFO TION: 
(i) APPLICANT: fon Ie Joan X, Doe, John Q 


(ii) TITLE OF INVENTION: Isolation and Characterization 
of a Gene Encoding pi A canals 
(iii) NUMBER OF SEQUENCES: 2 
(iv) CORRESPONDENCE ADDRESS: 
(A) ADDRESSEE: Smith and Jones 
(B) STREET: 123 Main Street 
(C) CITY: Smalltown 
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(D) STATE: Anystate 
(E) COUNTRY: USA 
(F) ZIP: 12345 
(v) COMPUTER READABLE FORM: 
(A) MEDIUM TYPE: Diskette, 3.50 inch, 800 Kb storage 
(B) COMPUTER: Apple Macintosh 
(C) OPERATING SYSTEM: Macintosh 5.0 
(D) SOFTWARE: MacWrite 
(vi) CURRENT APPLICATION DATA: 
(A) APPLICATION NUMBER: 09/999,999 
(B) FILING DATE: 28-FEB-1989 
(C) CLASSIFICATION: 999/99 
(vii) PRIOR APPLICATION DATA: 
(A) APPLICATION NUMBER: PCT/US88/99999 
(B) FILING DATE: 01-MAR-1988 
(viii) ATTORNEY/AGENT INFORMATION: 
(A) NAME: Smith, John A 
(B) REGISTRATION NUMBER: 00001 
(C) REFERENCE/DOCKET NUMBER: 01-0001 
(ix) TELECOMMUNICATIONS INFORMATION: 
(A) TELEPHONE: (909) 999-001 
(B) TELEFAX: (909) 999-0002 
(2) INFORMATION FOR SEQ ID NO: 1: 
(i) SEQUENCE CHARACTERISTICS: 
(A) LENGTH: 954 base pairs 
(B) TYPE: nucleic acid 
(C) STRANDEDNESS: single 
(D) TOPOLOGY: linear 
(ii) MOLECULE TYPE: genomic DNA 
(iii) HYPOTHETICAL: yes 
(iv) ANTI-SENSE: no 
(vi) ORIGINAL SOURCE: 
(A) ORGANISM: Paramecium sp 
(C) INDIVIDUALASOLATE: XYZ2 
(G) CELL TYPE: unicellular organism 
(vii) IMMEDIATE SOURCE: 
(A) LIBRARY: genomic 
(B) CLONE: Para-XYZ2/36 
(x) PUBLICATION INFORMATION: 
(A) AUTHORS: Doe, Joan X, Doe, John Q 
Ge TITLE: Isolation and Characterization of a Gene 
a Protease from Paramecium sp. 
roy JOURNAL: Fictional Genes 
(D) VOLUME: I 
(E) ISSUE: 1 
(F) PAGES: 1-20 
(G) DATE: 02-MAR-1988 
; wae RESIDUES IN SEQ ID NO: 1: FROM 
(xi) SEQUENCE DESCRIPTION: SEQ ID NO: 1: 


ATCGGGATAG TACTGGTCAA GACCGGTGGA CACCGGTTAA CCCCGGTTAA GTACCGGTTA 60 


TAGGCCATTT 
ACGTTCGTAC 
GTACGTACGT TTACGTACCC 
ACACAGACTG CCAGACATTC 


AGG GTG TGT GGC ACC ACC CTA CAC CTC 
Gly Thr Thr Leu His 


Arg Val Cys 
-20 


CCT GGG GCC CAT 
Pro Gly Ala His 
-5 


GTT CTG CTG 
Val Leu Leu 


CCAAACCTTG 

CTT GCC CAC 

Leu Ala His 
5 


ACCTGACCTC 


AGGAACCCAA GCATCCACCC CTCTCCCCCA ACTTCCCCCA 


AGCCCTAGAG CCCCCCTCAA 

AGC AAC CTC AAA CCT GCT GCT CAC CTC ATT 498 

Ser Asn Leu Lys Pro Ala 
10 


CAGGCCAAAT GTGCCCAACT ACGCCAATTG TITTGCCAAC GGCCAACGTT 120 
GCACGTATGT ACCTAGGTAC TTACGGACGT GACTACGGAC ACTTCCGTAC 180 
ATCCCAACGT AACCACAGTG TGGTCGCAGT GTCCCAGTGT 240 


TTCACAGACA CCCC ATG ACA CCA CCT GAA CGT CTC 295 
Met Thr Pro Pro Glu 


Arg Leu 
-30 


CTC CITCTG GGG 
Leu LeuLeu Gly 
-15 


GTGAGGCAGC AGGAGAATGG 393 


Leu 


CTCTGTTCTC CTAG GGG Gly 450 
Ala His Leu Ile 
15 


CCAGACATGT CCCCACCAGC TCTCCTCCTA CCCCTGCCTC 558 


CGCTAAAAAA AACAGAGGGA 618 
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GCCCACTCCT ATGCCTCCCC CTGCCATCCC 


TAC CCC AGC AAG CAG AAC TCA CTG CTC 
Tyr Pro Ser a Gin Asn Ser Leu Leu 
25 


GCC TTC CTC CAG GAT GGT TTC TCC TTG 
Ala Phe Leu Gin Asp Gly Phe Ser Leu 
35 40h 


TAGAAAAAAT AATTGATTTC AAGACCTTCT 
GGGGTCGTCA CCACCTCTCC TITGGCCATT 
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AGC AAC AAT TCT CTC CTG 
Ser Asn Asn Ser 


CCCCATTCTG CCTCCATTCT 
CCAACAGCTC AAGTCTTCCC 
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CCAGGAACTC AGTTGTTCAG TGCCCACTTC 678 


TGG AGA GCA AAC ACG GAC CGT 726 
Trp Arg Ala Asn Dg Asp Arg 


GTC 


Leu Leu Val 


45 
GACCATTTCA 834 
TGATCAAGTC 894 


ACCGGAGCTT TCAAAGAAGG AATTCTAGGC ATCCCAGGGG ACCCACACCT CCCTGAACCA 954 


(2) INFORMATION FOR SEQ ID NO: 2: 
(i) SEQUENCE CHARACTERISTICS: 
(A) LENGTH: 82 amino acids 
(B) TYPE: amino acid 
(C) TOPOLOGY: linear 
(ii) MOLECULE TYPE: protein 
(ix) FEATURE: 
(A) NAME/KEY: signal sequence 
(B) LOCATION: -34 to -1 
(C) IDENTIFICATION METHOD: similarity to other signal 
sequences, hydrophobic 
(D) OTHER INFORMATION: expresses protease 


Met Thr Pro Pro Glu Arg Leu Phe Leu Pro 


His Leu Leu Leu Leu Gly Leu Leu 


-15 -10 
Met Asn 


Gly Leu His Leu Ala His Ser 
1 5 


Asn Ser Leu 


Ile Tyr 
25 


Ser Lys Gin 
20 


Arg Ala 
35 40 


Val j 


<100> 
4110 Doe, Joan X, Doe, John Q 
4120 Isolation and Characterization of a Gene Encoding 
a Protease from Paramecium sp. 
<4130> 2 
<140> 
4141 Smith and Jones 
4142 123 Main Street 
4143 Smalltown 
4144 Anystate 
<4145 > USA 
<4146> 12345 
<4150> 
4151 Floppy disk 
4152 IBM PC compatible 
4153 PC-DOS/MS-DOS 
4154 Patentin Release #2.00 
<160> 
4161 09/999,999 
4162» 28-FEB-1989 
<4170> 
4171 PCT/US/88/99999 
4172> 01-MAR-1988 
<180> 


Arg 


Leu Val 


Leu 


Leu 


Leu Gin Gly Phe Ser Leu 


(x) PUBLICATION INFORMATION: 

(A) AUTHORS: Doe, Joan X, Doe, John Q 

(B) TITLE: Isolation and Characterization of a Gene 
Encoding a Protease from Paramecium sp. 

(C) JOURNAL: Fictional Genes 

(D) VOLUME: I 

(E) ISSUE: 1 

(F) PAGES: 1-20 

(G) DATE: 02-MAR-1988 

(H) RELEVANT RESIDUES IN SEQ ID NO:2: FROM - 
34 TO 48 
(xi) SEQUENCE DESCRIPTION: SEQ ID NO: 2: 


Thr Thr 
-20 


Leu Pro Gly Ala 
-5 


Val Cys Gly 
Leu 


Lys Pro Ala Ala 
10 


Trp Arg Ala ng 


Ser Asn Asn Leu 


4181 Smith, John A 

4182 REGISTRATION NUMBER: 00001 
183% 01-0001 

<190> 

4191 (909) 999-0001 

192% (909) 999-0002 

<200P 1 

“210> 

4211 954 base pairs 

“12> N 


<4214> L 

<290> 

<291> CDS 

4292 join(275..373, 448..498, 679..774) 
<290> 


4291 mat_pepti 
4292 join(451..498, 679..774) 
<300> 


<301P Doe , Joan X, Doe, John Q 
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atcgggatag 
taggccattt 
acgttegtac 
gtacgtacgt 
acacagactg 


ggg ctg ctg 
Gly Leu Leu 
-10 


ggtggctcag 


ctc atg cat 
Leu Met His 
1 


gtaaacatcc 
aggaacccaa 


geccactcct 
tac ccc agc 
Tyr Pro Ser 


gcc ttc ctc 
Ala Phe Leu 
35 
tagaaaaaat 
ggggicgica 


accggagctt 


<200> 2 


tactggtcaa 
caggccaaat 


ttacgtaccc 


ctg gtt ctg 
Leu Val Leu 


gcatccaccc 


atgectecce 
aag cag aac 
Lys Gin Asn 
20 

cag gat get 
Gin Asp Gly 
aattgatttc 
ccacctctcc 


tcaaagaagg 


“10> 
211 82 amino acids 


Met Thr Pro 

Leu His Leu 

His Gly _ 

Leu Ile Tyr 
15 


Asp Arg Ala 


Leu Val <4 


Pro Glu Arg 
-30 


Leu Leu Leu 

-15 

Met His Leu 

Pro Ser Lys 
20 


Phe Leu Gin 
35 
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gaccggtgga 


gtgceccaact 
acctaggtac 
atcccaacgt 


ttcacagaca 


caccggttaa 
acgccaattg 


atcccagggg 


ccccggttaa 
ttttgecaac 

gactacggac 
tggtegcagt 


aca cca cct 
Thr Pro Pro 


aagtcttece 


acccacacct 


42127 A 
4214> L 
<400> 2 


Pro Arg Val 

-25 

Leu Val Leu 

Asn Leu Lys 
10 


Leu Leu Trp 
25 


Ser Leu Ser 


Cys Gly Thr 
-20 
Leu Pro Gly 
-5 
Pro Ala Ala 
Arg Ala Asn 


Asn Asn Ser 
45 
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60 

120 
180 
240 
292 
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9. Appendix B to Subpart G is proposed to be removed. 
[Appendix B To Subpart G of Part 1- Headings For Informa- 


tion Items In § 1.823 
(1) GENERAL INFORMATION: 
(i) APPLICANT: 
(ii) TITLE OF INVENTION: 
(iii) NUMBER OF SEQUENCES: 
(iv) CORRESPONDENCE ADDRESS: 
(A) ADDRESSEE: 


(F) ZIP: 

(v) COMPUTER READABLE FORM: 
(A) MEDIUM TYPE: 
(B) COMPUTER: 
(C) OPERATING SYSTEM: 
(D) SOFTWARE 

(vi) CURRENT APPLICATION DATA: 
(A) APPLICATION NUMBER: 
(B) FILING DATE: 
(C) CLASSIFICATION: 

(vii) PRIOR APPLICATION DATA: 
(A) APPLICATION NUMBER: 
(B) FILING DATE: 

(viii) ATTORNEY/AGENT INFORMATION: 
(A) NAME: 
(B) REGISTRATION NUMBER: 
(C) REFERENCE/DOCKET 


NUMBER: 
(ix) TELECOMMUNICATIONS INFORMATION: 


(A) TELEPHONE: 
(B) TELEFAX: 
(C) TELEX: 
(2) INFORMATION FOR SEQ ID NO: X: 
(i) SEQUENCE CHARACTERISTICS: 
(A) LENGTH: 


(B) TYPE: 
(C) STRANDEDNESSS: 
(D) TOPOLOGY: 

(ii) MOLECULE TYPE: 

- Genomic RNA; 

Genomic DNA; 

mRNA; 


tRNA; 
- rRNA; 
- snRNA; 
- scCRNA; 
-preRNA; 
- cDNA to genomic RNA; 
- CDNA to mRNA; 
- cDNA to tRNA; - cDNA to rRNA; 
- cDNA to snRNA; 
- cDNA to scRNA; 
- Other nucleic acid; 
ON: 


(vi) ORIGINAL SOURCE: 
(A) ORGANISM: 


(B) STRAIN: 

(C) INDIVIDUAL ISOLATE: 

(D) DEVELOPMENTAL STAGE: 
HAPLOTYPE: 


IRGANELLE: 
(vii) IMMEDIATE SOURCE: 
(A) LIBRARY 
(B) CLONE: 
(viii) POSITION IN GENOME: 
(A) CHROMOSOME/SEGMENT: 
IN: 


(A) NAME/KEY: 
(B) LOCATION: 
(C) IDENTIFICATION METHOD: 
(D) OTHER INFORMATION: 
(x) PUBLICATION INFORMATION: 
(A) AUTHORS: 
(B) TITLE: 
(C) JOURNAL: 
(D) VOLUME: 


() PUBLICATION DATE: 
(K) RELEVANT RESIDUES: 
(xi) SEQUENCE DESCRIPTION: SEQ ID NO:X: ] 


September 23, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(103) Applicant Aid for Biotechnology 
Computer Readable Form (CRF) Sequence 
Listings Submissions 


The Patent and Trademark Office (PTO) has developed a 
computer program, called Checker, that will aid applicants in 
identifying and correcting errors prior to making submissions 
for compliance with the Requirements for Patent Applications 
Containing Nucleotide Sequence and/or Amino Acid Sequence 
Disclosures (sequence rules: 37 CFR 1.821 through 1.825). 
(Final rules were published in the Federal Register (55 FR 
18230) on May 1, 1990, and in the PTO Official Gazette (1114 
Off.Gaz.PatOffice 29) on May 15, 1990.) 

Checker is a DOS-based software program that is intended 
to assist users in determining whether errors may be present 
in the sequence listings, and is not intended to guarantee that 
the submission is error-free. 

The most current version of the software will be available 
via computer downloading (details below). Copies on diskette 
are also available. Updated software versions will not be auto- 
matically mailed out; any updates will be announced in the 
PTO Official Gazette. 

The software can be accessed/requested in the following 
locations: 

1)Dial-up access to the Patent and Trademark Office Bulletin 
Board System. Phone number: 703-305-8950 
Cost: Free-of-charge 

2) Dial-up access through the Internet. FTP site: ftp.uspto.gov 
Login as “anonymous”. Software is in directory /pub/checker 


‘Cost: Free-of-charge 


3) For diskette copies, telephone requests to 703-308-0322. 
Cost: $25.00 


For Further Information Contact: Meredith Beckhardt at 
703-308-4212. 


February 14, 1995 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


[1172 OG 33] 


(104) Notice of Meeting to Provide Information to 
the Public about the Sequence Search 
Systems Utilized by the Patent and 
Trademark Office 


The Commissioner of Patents and Trademarks is authorized 
under 35 U.S.C. 131 to cause an examination to be made of 
patent applications. The PTO has received a small number of 
patent applications each of which claim thousands of nucleic 
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acid sequences. The search and examination of these applica- 
tions will require the dedication of human and computer 
resources far in excess of normal workloads. These relatively 
few applications alone will require a large share of resources 
from both the sequence searching staff of the PTO Scientific and 
Technical Information Center (STIC) and the biotechnology 
examining staff for over a year. In an effort to get public 
suggestions on how the PTO can best meet this challenge, the 
PTO is establishing a dialog with its customers. On April 3, 
1996, from 9:00 a.m. to 1:00 p.m. the PTO will host an open 
house meeting to provide information about our current 
sequence search systems, including the hardware and software 
utilized, types of claims found in typical biotechnology applica- 
tions, and the search times and costs associated with the volume 
of sequences which have been filed. The meeting will take 
place in the PTO Patent Academy, Crystal Square 4, Suite 700, 
1745 Jefferson Davis Highway, Arlington, Virginia, 22202. 
PTO would welcome recommendations from the public on 
available search systems, strategies, automated solutions or 
suggestions for efficiencies to address these search and exami- 
nation challenges. 

Space is limited and reservations will be allotted on a first 
come, first served basis. Individuals interested in participating 
should contact John Doll, Director, Patent Examining Group 
1800, by telephone at (703) 308-1123, by fax at (703) 308- 
4930, by mail marked to his attention addressed to the Assistant 
Commissioner for Patents, Box Comments-Patents, Wash- 
ington, D.C. 20231 or over the Interet to seqmeet @uspto.gov. 
A request for participation should include the names and 
addresses of attendees, the number of spaces requested, affilia- 
tion, the area of expertise for each attendee and telephone 
number. PTO will confirm your participation by telephone. 


LAWRENCE J. GOFFNEY 
Acting Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1184 OG 62] 
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(105) Petitioning to Make Applications 


Relating to Biotechnology 
Special 


This notice is intended to highlight the procedures which are 
available to applicants and, in particular, to applicants seeking 
patents on inventions relating to biotechnology, so as to have 
their applications accorded “special” status. A new interim 
procedure is also hereby established. Applications which have 
been made special will be advanced out of turn for examination 
and, subject alone to diligent prosecution by the applicant, will 
continue to be treated as special throughout the entire course 
of prosecution in the Patent and Trademark Office. 

The Office accords special status to patent applications by 
granting petitions to make special on a number of grounds. 
These grounds include, for example, prospective manufacture 
of the invention, actual infringement of the invention, that the 
invention will materially enhance the quality of the environment 
and for inventions relating to safety of research in the field of 
recombinant DNA. See 37 CFR 1.102 and Manual of Patent 
Examining Procedure (MPEP) section 708.02 for details. Appli- 
cants seeking patents on inventions relating to biotechnology 
may petition based on any of the above grounds if they meet 
the appropriate criteria. 

A new application (one which has not received any examina- 
tion by the examiner) may be granted special status under the 
accelerated examination program. As set forth in MPEP 708.02, 
applicants are not subject to any of the above-mentioned criteria 
under this program but merely must 1) submit a written petition 
and the fee set forth in 37 CFR 1.17(i) which presently is 
$72.00; 2) present all claims directed to a single invention; 3) 
— a statement that a pre-examination search was made, 

pecifying by whom the search was made and listing the field 
of se search; 4) submit one copy of each of the references deemed 
most closely related to the subject matter encompassed by the 
claims; and 5) submit a detailed discussion of the references 
pointing out how the claimed subject matter is distinguishable 
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over the references. In those instances where the petition for 
this special status does not meet all the prerequisites set forth 
above, applicant will be notified of the defects and will be 
given an opportunity to perfect the petition. 

In addition to the above-noted procedures to have biotech- 
nology applications accorded special status, a new interim pro- 
cedure is hereby established whereby applicants who are small 
entities may request that their biotechnology applications be 
granted special status. To take advantage of this interim special 
status for biotechnology inventions, an applicant must file a 
petition with the petition fee under 37 CFR 1.17(i) requesting 
the special status and must (1) state that small entity status has 
been established or include a verified statement establishing 
small entity status; (2) state that the subject of the patent applica- 
tion is a major asset of the small entity; and (3) state that the 
development of the technology will be significantly impai 
if examination of the patent application is delayed including 
an explanation of the basis for making the statement. This 
newly established interim lure will remain in effect until 
further notice in the Official Gazette. It is intended that a notice 
discontinuing this procedure will be published as the average 
pendency approaches the 18 month goal in this area. If the 
number of requests for making applications special under this 

lure is too great, the procedure may have to be limited 
or discontinued. 


The Office is continuing to work to reduce the pendency 
time for all applications. Special efforts are being made to 
reduce the pendency of biotechnology applications where fil- 
ings are increasing rapidly and an already large backlog exists. 
Meanwhile, applicants who so desire can petition to have their 
applications made special as noted above. Questions concerning 
petitions to make special should be directed as follows: 


1) to the Office of the Assistant Commissioner for Patents for 
petitions based on the grounds of prospective manufacture 
or infringement; 

2) to the Board of Patent Appeals and Interferences for petitions 
on applications within the jurisdiction of the Board; or 


3) to the appropriate Examining Group for petitions to make 
special on all other grounds. 


June 22, 1988 DONALD J. QUIGG 
Assistant Secretary and 


Commissioner of Patents and Trademarks 


[1092 OG 55] 


(106) to Make Patent Applications 


Petitioning : 
Relating to HIV/AIDS and Cancer Special 


Pursuant to 37 CFR 1.102, new patent applications are taken 
up for examination in the order of their effective United States 
filing date and are not advanced out of turn unless the Commis- 
sioner has so ordered to expedite the business of the Office, 
the head of some department of the Government requests imme- 
diate action on a patent application deemed of peculiar impor- 
tance to some branch of the public service under 37 CFR 
1.102(b), or a petition to make a patent application special 
under 37 CFR 1.102(c) or (d) has been granted. In view of the 
importance of developing treatments and cures for HIV/AIDS 
and cancer and the desirability of prompt disclosure of advances 
made in these fields, the Patent and Trademark Office is estab- 
lishing a new category for petitions to accord “special” status 
to patent applications relating to HIV/AIDS and cancer. Appli- 
cations which have been made special will advanced out of 
turn for examination and will continue to be treated as special 
throughout their pendency by the Patent and Trademark Office. 

Applicants who desire that an application relating to HIV/ 
AIDS or cancer be made special should file a petition, with 
the fee under 37 CFR 1.17(i) which is presently $130.00, 
requesting the Patent and Trademark Office to make the appli- 
cation special. The petition for special status should be made 
in writing, should identify the application by serial number 
and filing date, ane eels be: seemupetied by 0 setemint 
explaining how the invention contributes to the diagnosis, treat 
ment or prevention of HIV/AIDS or cancer. Such statement 
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must be set forth in oath or declaration form unless it is signed 
by a registered practitioner. The petition will be decided by 
the Director of the patent examining group to which the applica- 
tion is assigned. 

This new category for a petition to make an application 
special will be added to the other categories discussed in section 
708.02 of the Manual of Patent Examining Procedure. 
February 23, 1995 BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(107) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 5 


Patent Law Foreign Filing Amendments 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of Final Rulemaking 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent cases to implement the 
Patent Law Foreign Filing Amendments Act of 1988, Subtitle B 
of Public Law 100-418. The rules reflect changes made to 35 
U.S.C. 184 which specify that a license is not required to, 
file amendments, modifications, and supplements containing 
additional subject matter to a previously licensed foreign patent 
application if such amendments, modifications, and supple- 
ments do not change the general nature of the invention dis- 
closed in the application in a manner which would require 
a corresponding United States patent application to be made 
available for national security inspection under 35 U.S.C. 181. 
These regulatory changes are applicable to most existing foreign 
filing license holders if their patent application did not undergo 
security inspection under 35 U.S.C 181. Also, under the rules, 
a retroactive foreign filing license may be granted in situations 
where a proscribed foreign filing occurred through error and 
without deceptive intent as opposed to the earlier standard of 
inadvertence. 

Effective Date: Feb. 19, 1991. 

Supplementary Information: A notice of proposed rulemaking 
was published in the Federal Register at 55 Fed. Reg. 24270- 
24275 (June 15, 1990) and at 1116 Official Gazette 21-25 (July 
10, 1990). No oral hearing was held. Three written comments 
on the proposed rulemaking were received. The comments 
received and replies thereto are listed below. 

The rules are intended to implement the Patent Law Foreign 
Filing Amendments Act of 1988, Subtitle B of Public Law 
100-418 (hereinafter the Act), which amended §§ 184, 185 and 
186 of Title 35, United States Code, in order to simplify the 
procedures for United States inventors filing and prosecuting 
patent applications in foreign countries. The Office has not 
made any rule changes to implement the amendments to 35 
U.S.C. 185 or 186 since these changes affect matters outside 
its jurisdiction. 

Section 184 of Title 35 is intended to protect United States 
national security interests by preventing the disclosure of poten- 
tially sensitive inventions made in the United States to foreign 
nationals by the act of filing a patent application in foreign 
countries. An inventor may not apply for a foreign patent on 
an invention made in the United States until at least six (6) 
months after the inventor has filed a United States patent appli- 
cation unless the inventor receives a license from the Office 
permitting an earlier foreign filing. This six month period 
assures the Office the opportunity to screen applications for 
information the disclosure of which might be detrimental to 
the national security. Also, § 184, as originally enacted, author- 
ized the Office to grant a retroactive license for an unlicensed 
foreign filing of a patent application if the foreign filing was 
inadvertent and if the disclosure of the subject matter in the 
application would not be detrimental to United States security 
interests. 

The original regulatory implementation of 35 U.S.C. 184 
required applicants to obtain a license not only for the original 
foreign patent application but also for the filing of almost 
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any information in support of the application, thereby creating 
administrative problems for United States inventors seeking 
foreign patent protection. For example, foreign patent offices 
often demand that additional technical data, such as the melting 
point of a chemical, be added to a patent application. An addi- 
tional foreign filing license was usually required before the 
inventor could submit modifications, amendments, or supple- 
ments to a previously licensed foreign patent application, 
regardless of how trivial the change might be. 

Recognizing the problems involved in obtaining these addi- 
tional licenses, the Office promulgated rules in 1984 (see § 
5.15(a) and 49 Fed. Reg. 13456 (April 4, 1984)) to streamline 
the licensing procedure. The 1984 rule change provided that 
an inventor could obtain in applications, the disclosure of the 
content of which is not potentially detrimental to United States 
security interests, a license which permitted the foreign filing 
of modifications, amendments, and supplements without further 
licensing if such changes were within the scope or character 
of the originally licensed invention ( § 5.15(a)). The 1984 rule 
change, however, could not be made retroactive, and therefore 
had no effect on licenses granted under the old system. If an 
applicant wished to broaden a pre-April 4, 1984, foreign filing 
license to the scope allowed by§ 5.15(a), this involved filing 
a separate petition under§ 5.15(c) in each application. 

The present Act clarifies the statutory basis for the current 
Patent and Trademark Office rules by providing that inventors, 
in most circumstances, are not required to obtain an additional 
license to file modifications, amendments, and supplements to 
their foreign applications for which a foreign filing license has 
been obtained under § 5.15(a). Unlike the previous Office rules, 
these rules broaden the scope of most existing licenses, provided 
that the conditions contained in the Act are met. 

The Act and these rules also address difficulties associated 
with attempts to procure a retroactive foreign filing license. 
Some applicants faced loss of their patent rights due to improper 
foreign filings even though they believed, in good faith, that 
a license was not necessary for certain minor changes to their 
foreign application. Court decisions have held that supple- 
mental information filed abroad was exempt from the license 
requirement only when it was recited verbatim in the United 
States patent application, or was so commonly known that it 
could have been said to have been expressly disclosed in the 
United States application. In re Gaertner, 604 F.2d 1348, 202 
USPQ 714 (CCPA 1979). If a patent applicant did not obtain 
a foreign filing license from the Office, any corresponding 
United States patent was at risk of being held invalid under 
35 U.S.C. 185 if technical information was added to the foreign 
application, even if the technical information was completely 
unrelated to United States security interests. 

Loss of United States patent rights subsequent to an “inadver- 
tent” unlicensed foreign filing could be avoided if a retroactive 
license was obtained under 35 U.S.C. 184. Twin Disc, Inc. v. 
United States, 10 Cl. Ct. 713, 231 USPQ 417 (Ct. Cl. 1986) 
and Minnesota Mining and Manufacturing Co. v. Norton Co., 
366 F.2d 238, 151 USPQ 1 (6th Cir. 1966), cert. denied, 385 
U.S. 1005 (1967). While the Gaertner decision defined a broad 
range of circumstances under which a foreign filing license 
would be required, other court decisions made correction of 
licensing errors difficult by setting forth various strict interpre- 
tations of the standard of “inadvertence.” Compare Iron Ore 
Co. of Canada v. Dow Chemical Co., 177 USPQ 34 (D. Utah 
1972), aff'd, 500 F.2d 189, 182 USPQ 520 (10th Cir. 1974) 
and Reese v. Dann, 391 F. Supp. 12, 185 USPQ 492 (D.D.C. 
1975). An inventor could fail to meet the standard of “inadver- 
tence” even if the information disclosed was not significant 
in nature and did not contain any sensitive national security 
information. For example, one decision suggested that the filing 
of information abroad was intentional because the inventor first 
considered the applicability of § 184. Shelco, Inc. v. Dow 
Chemical Co., 322 F. Supp. 485, 168 USPQ 395 (N.D. Il. 
1970), aff'd, 466 F.2d 613, 173 USPQ 451 (7th Cir. 1972), 
cert. denied, 409 U.S. 876 (1972). Under the Shelco standard, if 
supplemental information had been filed abroad as a considered, 
willful act, even though done through error in the belief that 
the information disclosed abroad did not exceed the scope of 
the disclosure in the United States patent application, the filing 
would not be “inadvertent”; and, therefore, the subject informa- 
tion could not qualify for a retroactive license. 
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The Act addresses these problems, and the rules implement 
the intention of the Act. The Act changes the language of the 
statute to provide that an inventor may receive a retroactive 
license if the inventor can show that the premature filing of a 
foreign patent application, or the submission of supplemental 
information in support of a foreign patent application, was made 
“through error and without deceptive intent.” This criterion is 
equivalent to that for reissue of a patent under 35 U.S.C. 251 
to correct errors made without any deceptive intention. The 
reissue error requirement has been considered by the courts. 
See, e.g., In re Weiler, 790 F.2d 1576, 229 USPQ 673 (Fed. 
Cir. 1986) and In re Wadlinger 496 F.2d 1200, 181 USPQ 826 
(CCPA 1974). The applicant for a retroactive license also must 
show that the foreign filing did not disclose any information 
detrimental to the national security and that diligence was exer- 
cised in seeking a retroactive license once the applicant became 
aware of the proscribed foreign filing. 

The Act became effective on August 23, 1988, but it does 
not affect any final decision made by the Office or a court, 
nor the rights or liabilities of any party under a patent in a 
case pending before a court on the above date or under any 
subsequent patent deriving priority rights from such patent 
under 35 U.S.C. 120 or 121. Therefore, the retroactive effect 
of the Act and the rules is limited. 


Comments on the Proposed Rules 


Comment 

One comment stated that the discussion in the proposed 
rulemaking of the modification of the standard for obtaining 
a retroactive license from inadvertence to “through error and 
without deceptive intent” should have included a reference to 
In re Wadlinger, 492 F.2d 1200, 181 USPQ 826 (CCPA 1974) 
rather than to In re Weiler, 790 F.2d 1576, 229 U8PQ 673 
(Fed. Cir. 1986) The comment stated that Wadlinger was a 
more appropriate and illustrative case because it discusses more 
fully the meaning of the term “error” as encompassing “inadver- 
tence, accident or mistake” and as having a very broad meaning. 
The comment also noted that Wadlinger was referenced in 
comments made in the hearing on the proposed legislation as 
indicative of the reissue standard being applied to retroactive 
license requests 

Reply 

A citation to In re Wadlinger has been added to the citation 
of In re Weiler in the discussion of the final rules. It was not 
the intent of the Office by citing the Weiler case to suggest 
that decisions on petitions for the grant of retroactive licenses 
would be limited by that case. Decisions are based on the 
particular facts in each case and the entire body of law with 
respect to the standard of “through error and without deceptive 
intent.” 

Comment 

A comment stated that the Office should provide additional 
examples in the explanatory text in the final rule as to changes 
that may be made to foreign applications that have been licensed 
under 37 CFR 5.15(a) without obtaining any additional license. 
The comment pointed out that examples were given in the 1984 
rulemaking. 

Reply 

The list of examples presented at the time that 37 CFR 5.15(a) 
was adopted in 1984 was not intended to be all-inclusive. The 
Office is not aware of any judicial decisions setting limits to 
changes that may be made under a 5.15(a) license. Depending 
on the nature and the criticality, changes in temperature, por- 
tions, size, etc., outside of a previously disclosed value or range 
that do not change the general nature of the invention from 
what was previously disclosed are within the scope of a § 
5.15(a) license. However, if the newly disclosed value or range 
does change the general nature of the invention from that of 
the originally disclosed value or range, then a separate license 
is required. Likewise, new species or subcombinations of a 
previously disclosed genus or combination would appear to 
require an additional license to include such a change in a 
foreign application. 

Comment 

One comment stated that the Office should provide clarifica- 
tion of the attorney’s ability to make decisions as to whether 
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or not the added subject matter, in his opinion, changes the 
general nature of the invention. 

— ee 

Not only does the attorney have the ability to make the 
decision as to whether or not the additional subject matter 
changes the general nature of the invention, the attorney has 
the responsibility to do so. The Office will not give advisory 
opinions on whether an additional license is necessary, and 
will treat any provisional requests for a prospective or retroac- 
tive license as a request for a license. The procedure of the 
Office resolving any questions as to the security inspection 
status of any changes to previously licensed material is intended 
to apply only to those changes that have been submitted to the 
Office, i.e., the Office will reply to any inquiry as to whether 
previously submitted subject matter underwent, or should have 
undergone, security review. 

Comment 

One comment questioned what would happen if an attorney 
on considered judgment, honestly believed that a supplement 
did not change the general nature of a licensed invention, but 
that judgment later proved to be erroneous. 

Reply 

The Act and the rules now provide for a retroactive license 
to be granted in situations where it can be shown that a filing 
was made without a license through error and without deceptive 
intent. Thus, a retroactive license could be sought under § 5.25. 


Discussion Of Specific Rule Changes 


Section 5.11(a), as amended, specifies when a license is 
required before filing any foreign application for patent, 
including any modifications, amendments and supplements or 
divisions thereof. Section 5.1 1(a) adopts the statutory definition 
of “application” in 35 U.S.C. 184. Also, the rule, as amended, 
clarifies that the provisions of this section apply only to inven- 
tions made in the United States as stated in 35 U.S.C. 184. 
However, where an improvement or modification to a foreign- 
origin invention is made in the United States, a license would 
be required for the additional subject matter. The language 
proposed for § 5.11(e)(3) has been redrafted for clarity but still 
provides that an inventor need not obtain a supplemental license 
to file modifications, amendments and supplements containing 
subject matter not disclosed in, or divisions of, a foreign applica- 
tion for which an initial foreign filing license was not required, 
as long as the corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 
181 and § 5.1 and the changes did not alter the general nature 
of the invention in a manner which would require the United 
States application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1. The need for a supplemental 
license depends on whether the changes altered the general 
nature of the invention, rather than the label applied to the 
changes, i.e., “Continuation”, “Continuation In-Part”, “Divi- 
sion”, etc. 

Authorized parties may determine whether a particular appli- 
cation was forwarded to the defense agencies for inspection 
under 35 U.S C. 181 either by reviewing the filing receipt to 
determine if a license is or was granted, in which case security 
inspection did not occur, or by reviewing the file wrapper to 
determine if an access acknowledgment under 35 U.S.C. 181 
is present, in which case security inspection did occur. If verifi- 
cation of the security inspection status of an application is 
needed, the authorized parties may submit a written request 
therefor to the Office, directed to the attention of Licensing 
and Review. A written response from the Office will be issued. 
In the event Office records are not available, a de novo determi- 
nation by the Office will be made of the need for defense 
agency inspection under the present national security standards. 
If security inspection was not required under 35 U.S.C. 181, 
then the provisions of the Act will convert a previously granted 
or implied license into one having the scope of proposed § 
5.15(a). 

Section 5.15(a), as amended, adopts the specific provisions 
of the Act and clarifies the existing rules by expressly stating 
that the license provisions of the paragraph are applicable to 
United States applications which were not required to be made 
available for inspection under 35 U.S.C. 181 and § 5.1. The 
inspection provisions of 35 U.S.C. 181 delegate to the Commis- 
sioner of Patents and Trademarks the authority to decide which 
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applications will be forwarded to United States defense agencies 
for national security inspection when the Government has no 
property interest in the invention. The fact that an application 
was forwarded to the defense agencies does not necessarily 
mean that the application was properly within the inspection 
scope of 35 U.S.C. 181. Thus, if an application was not required 
to be inspected but was inspected by mistake, it is eligible for 
such a license. The changes to the regulation expressly apply 
to modifications, amendments, and supplements to a previously 
licensed foreign application, and divisions thereof, provided 
the not alter the general nature of the invention in a manner 
which would require a corresponding United States application 
to have been made available for inspection under 35 U.S.C. 
181. 

The language of § 5 15(a)(1) also has been clarified. If the 
filing of the foreign application was pursuant to a license 
granted under § 5.15 and issued prior to publication of the 
notice in the Federal Register at 49 Fed. Reg. 13456 (April 4, 
1984) for subject matter which was not appropriate for inspec- 
tion under 35 U.8.C. 181, the license is now expanded to 
cover amendments, modifications, and supplements thereto, or 
divisions thereof, which do not change the general nature of 
the invention in a manner which would require such application 
to be made available for security inspection under 35 U.S.C. 
181. Also, paragraphs (a)(3) and (a)(4) of § 5.15 have been 
merged in order to more clearly define the type of subsequent 
changes to a previously licensed foreign patent application 
which may be filed without any additional license. In particular, 
it is made clear that these changes must not be such as to require 
the application to be made available for security inspection. Any 
questions about the security inspection status of any application 
or amendments, modifications, and supplements thereto, or 
divisions thereof, will be handled in the manner as described 
above. 

Section 5.15(b), as amended, clarifies the existing rule by 
expressly stating that the license provisions of § 5.12(b) are 
applicable to United States applications which were required 
to be made available for inspection under 35 U.S.C. 181 and§ 
5.1. The amendments also clarify the language of the paragraph 
and indicate that the more restrictive license under this para- 
graph includes authority to take actions in the foreign or interna- 
tional application, provided subject matter additional to that 
covered by the license is not involved Section 5.15(c), as 
amended, clarifies the existing rule by expressly stating that 
the granting of a § 5.15(a) scope to a license under § 5.15(b) 
and conversion provisions of this paragraph are only applicable 
to material submitted under § 5.13 or United States applications, 
which are not, or were not, required to be made available for 
i ion under 35 U.S.C. 181 and § 5.1. 

Sections 5.15(e) and (f), as amended, substitute a reference 
to § 5.15(a)(3) rather than to § 5.15(a)(4) which has been 
eliminated as a separate paragraph. Paragraph (e) also has been 
amended to state that changes to the general nature of the 
invention, which would require the application to have been 
made available for inspection under 35 U.S.C. 181 and § 5.1, 

uire a license. 

Section 5.25(a), as amended, provides that the inventor may 
receive a retroactive license if the inventor can show that the 
premature filing of papers in a foreign patent office was made 
through error and without deceptive intent. This criterion is 
the same as that for “error without any deceptive intention” 
for reissue of a patent and replaces the previous standard of 
inadvertence. This section also has been amended to clarify 
that each country in which a proscribed filing occurred must 
be listed in a petition for retroactive license. Also, the rule has 
been amended to define a verified statement as being in the 
form of either an oath or a declaration. Finally, the rule has 
been clarified by defining the period over which error without 
deceptive intent must be shown as being the time leading up 
to and including the proscribed foreign filing 


Other Considerations 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the it of Commerce has 
certified to the Acting Chief Counsel for Advocacy, Small 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


Business Administration, that the rule change will not have a 
significant adverse economic impact on a substantial number 
of small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)) 
because the rules simplify the procedures for all United States 
inventors who file and prosecute applications in foreign coun- 
tries. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individuals, industries, Federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of the United States-based enter- 
prises to compete with foreign-based enterprises in domestic 
or export markets. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the relation- 
ship between the National Government and the States as out- 
lined in Executive Order 12612. 

These rules contain a collection of information requirement 
subject to the Paperwork Reduction Act which has previously 
been approved by the Office of Management and Budget under 
Control No. 0651-0011 with an expiration date of March 31, 
1993. The average time for each petition for license under § 
51.12(b) or § 5.25 is estimated to be approximately thirty (30) 
minutes, including time for reviewing instructions, gathering 
and maintaining data needed, and completing and reviewing 
the petition submission. Send comments regarding this burden 
estimate to the Patent and Trademark Office, Office of Manage- 
ment and Organization, Washington, D.C. 20231, and the Office 
of Management and Budget, Washington, D.C. 20503 (Atten- 
tion: Paperwork Reduction Project 0651-0011). 


List Of Subjects 


37 CFR Part 5 
Classified information, Exports, Foreign relations, Inven- 
tions and patents. 


For the reasons set forth in the preamble, 37 CFR Part 5 is 
amended as set forth below. 


PART 5 - SECRECY OF CERTAIN INVENTIONS 
AND LICENSES TO EXPORT AND FILE 
APPLICATIONS IN FOREIGN COUNTRIES 


1. The authority citation for Part 5 is revised to read as 
follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the 
Patent Law Foreign Filing Amendments Act of 1988, Pub. L. 
100-418 102 Stat. 1567; the Arms Export Control Act, as 
amended, 22 U.S. C. 2751 et seq., the Atomic Energy Act of 
1954, as amended, 42 U. S.C. 2011 et seq., and the Nuclear 
Non-Proliferation Act of 1978, 22 U.S.C. 3201 et seq., and the 
delegations in the regulations under these acts to the Commis- 
sioner (15 CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


2. Section 5.11, paragraphs (a) and (e), are revised to read 
as follows: 


§ 5.11 License for filing in a foreign country an applica- 
tion on an invention made in the United States or for trans- 
mitting an international application. 


(a) A license from the Commissioner of Patents and Trade- 
marks under 35 U.S.C. 184 is required before filing any applica- 
tion for patent including any modifications, amendments, or 
supplements thereto or divisions thereof or for the registration 
of a utility model, industrial design, or model, in a foreign 
patent office or any foreign patent agency or any international 
agency other than the United States Receiving Office, if the 
invention was made in the United States and: 

(1) An application on the invention has been on file in the 
United States less than six months prior to the date on which 
the application is to be filed, or 
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(2) No application on the invention has been filed in the 
United States. 


*e EE * 
(e) No license pursuant to paragraph (a) of this section is 
uired: 


(1) If the invention was not made in the United States, or 

(2) If the corresponding United States application is not 
subject to a secrecy order under § 5.2, and was filed at least 
six months prior to the date on which the application is filed 
in a foreign country, or 

(3) For subsequent modifications, amendments and supple- 
ments containing additional subject matter to, or divisions of, 
a foreign patent application if: 

(i) a license is not, or was not, required under paragraph 
(e)(2) of this section for the foreign patent application; 

(ii) the corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 
181 and § 5.1; and 

(iii) such modifications, amendments, and supplements do 
not, or did not, change the general nature of the invention in 
a manner which would require any corresponding United States 
application to be or have been available for inspection under 
35 U.S.C. 181 and § 5.1. 


*e# ee * 


3. Section 5.15, paragraphs (a), (b), (c), (e) and (f), are 
revised to read as follows: 


§ 5.15 Scope of license. 


(a) Applications or other materials reviewed pursuant to § 
5.12 through 5.14, which were not required to be made available 
for inspection by defense agencies under 35 U.S.C. 181 and § 
5.1, will be eligible for a license of the scope provided in 
this . This license permits subsequent modifications, 
amendments, and supplements containing additional subject 
matter to, or divisions of, a foreign patent application, if such 
changes to the application do not alter the general nature of 
the invention in a manner which would require the United 
States application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1. This license also covers the 
inventions disclosed in foreign applications which had been 
granted a license under this part prior to April 4, 1984, and 
which were not subject to security inspection under 35 U.S.C. 
181 and § 5.1. Grant of this license authorizes the export and 
filing of an application in a foreign country or the transmitting of 
an international application to any patent agency orinternational 
patent agency when the subject matter of the foreign or interna- 
tional application corresponds to that of the domestic applica- 
tion. This license includes authority: 

(1) To export and file all duplicate and formal application 
papers in foreign countries or with international agencies; 

(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting 
of the illustration, exemplification, comparison, or explanation 
of subject matter disclosed in the application; and 

(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject 
matter or taking of any action under paragraphs (a)(1) and (2) of 
this section does not change the general nature of the invention 
disclosed in the application in a manner which would require 
such application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1 by including technical data 


iaiaes tee 
(i) Defense services or articles designated in the United 
States Munitions List applicable at the time of foreign filing, 
the unlicensed exportation of which is prohibited pursuant to 
the Arms Export Control Act, as amended, and 22 CFR Parts 
121 through 130; or 
(ii) Restricted Data, sensitive nuclear technology or tech- 


nology useful in the production or utilization of special nuclear 
material or atomic energy, the dissemination of which is subject 
to restrictions of the Atomic Energy Act of 1954, as 

and the Nuclear Non-Proliferation Act of 1978, as implemented 
by the regulations for Unclassified Activities in Foreign Atomic 


U.S. PATENT AND TRADEMARK OFFICE 


1194 TMOG 325 
(107) 


Energy Frograms, 10 CFR Part 810, in effect at the time of 
foreign filing. 
(b) Applications or other materials which were required to 
be made available for inspection under 35 U.S.C. 181 and § 
5.1 will be eligible for a license of the scope provided in this 
. Grant of this license authorizes the export and filing 
of an application in a foreign country or the transmitting of 
an international application to any foreign patent agency or 
international patent agency. Further, this license includes 
authority to export and file all duplicate and formal papers 
in foreign countries or with foreign and international patent 
agencies and to make amendments, modifications, and supple- 
ments to, file divisions of, and take any action in the prosecution 
of the foreign or international application, provided subject 
matter additional to that covered by the license is not involved. 
Me pte rag ap shenar lh Aer <i -eemewantg cig 13 or 
§ 5.14 shall have the scope indicated in paragraph (a) of this 
section, if it is so specified in the license. A petition, accompa- 
nied by the required fee (1.17(h)), may also be filed to change 
a license having the scope indicated in paragraph (b) of this 
section to a license having the scope indicated in 
(a) of this section. No such petition will be granted if the copy 
of the material filed pursuant to § 5.13 or any corresponding 
United States application was required to be made available 
for in-spection under 35 U.S.C. 181 and § 5.1. The change in 
the scope of a license will be effective as of the date of the 


grant of the petition. 


eee * 


(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject 
matter disclosed at the time of filing in a manner which would 
require such application to have been made available for inspec- 
tion under 35 U.S.C. 181 and § 5.1 or which involves the 
disclosure of subject matter listed in paragraphs (a)(3)(i) or (ii) 
of this section must be separately licensed in the same manner 
as a foreign or international application. Further, if no license 
en tee ae 
United States application, any paper filed abroad or with an 
international patent agency which involves the disclosure of 
additional subject matter must be licensed in the same manner 
as a foreign or international application. 

(f) Licenses separately granted in connection with two or 
more United States applications may be exercised by combining 
or dividing the disclosures, as desired, provided: 

(1) Subject matter which changes the general nature of the 
subject matter disclosed at the time of filing or which involves 
subject matter listed in paragraphs (a)(3)(i) or (ii) of this section 
is not introduced, and 

(2) In the case where at least one of the licenses was obtained 
under § 5.12(b), additional subject matter is not introduced. 


ee ee * 


4. Section 5.25, paragraph (a), is revised to read as follows: 
§ 5.25 Petition for retroactive license 


(a) A petition for a retroactive license under 35 U.S.C. 184 
shall be presented in accordance with § 5.13 or § 5.14 (a), and 
shall include: 

(1) A listing of each of the foreign countries in which the 
unlicensed patent application material was filed, 

(2) The dates on which the material was filed in each country, 

(3) A verified statement (oath or declaration) containing: 

(i) An averment’ that the subject matter in question was not 
under a secrecy order at the time it was filed abroad, and that 
it is not currently under a secrecy order, 

(ii) A showing that the license has been diligently sought 
after discovery of the proscribed foreign filing, and 

(iii) An explanation of why the material was filed abroad 
through error and without deceptive intent without the required 
license under § 5.11 first having been obtained, and 

(4) The required fee (§ 1.17(h)). 

The above explanation must include a showing of facts rather 
than a mere allegation of action through error and without 
deceptive intent. The showing of facts as to the nature of 
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the error should include statements by those persons having 
personal knowledge of the acts regarding filing in a foreign 
country and should be ied by copies of any necessary 
supporting documents such as letters of transmittal or instruc- 
tions for filing. The acts which are alleged to constitute error 
without deceptive intent should cover the period leading up to 
and including each of the proscribed foreign filings. 


ee eR E 
HARRY F. MANBECK, JR. 


Assistant Secretary and Commissioner 
of Patents and Trademarks 


Nov. 28, 1990 


[1123 OG 20] 


(108) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 150 


[Docket No. 71038-8108] 


Requests for Presidential Proclamations 
Under the Semiconductor Chip Protection Act of 1984, 
17 U.S.C. 902(a)(2) 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule 
Summary: The Patent and Trademark Office (PTO) is adding 
a new Subchapter C, Part 150 to its rules to implement the 
Presidential proclamation provisions of the Semiconductor 
Chip Protection Act of 1984, 17 U.S.C. 902(a)(2). The rules 
establish procedures for the evaluation of requests by foreign 
governments for the issuance of Presidential proclamations 
granting protection in the United States to mask works of 
foreign origin. The rules also permit the Commissioner of 
Patents and Trademarks independently to initiate an evaluation. 
The effect of the rules will be to establish a regime of protection 
for foreign mask works in the United States, provided mask 
works of U.S. origin are adequately protected in the country 
uesting a Presidential proclamation. 
Effective Date: August 1, 1988 
For Further Information Contact: Michael K. Kirk, Assistant 
Commissioner for External Affairs, by telephone at (703)557- 
3065, or by mail marked to his attention and addressed to 
Commissioner of Patents and Trademarks, Box 4, Washington, 


D.C. 20231. 

Supplementary Information: The Semiconductor Chip Protec- 
tion Act of 1984 (SCPA) established a new form of intellectual 
property protection for mask works that are fixed in semicon- 
ductor chips. Mask works are defined as a “series of related 
images, however fixed or encoded,” that represent the three- 
dimensional pattern in the layers of a semiconductor chip. Thus, 
the subject matter of protection under the SCPA are the layout 
designs of semiconductor chips, known in some countries as 
“integrated circuit layout designs” or as “semiconductor topo- 
graphies.” The SCPA provides a ten-year term of protection 
for original mask works measured from their date of registration 
or first commercial exploitation anywhere in the world. To 
maintain ion, mask works must be registered in the 
United States Copyright Office within two years of first com- 
mercial exploitation. 

Protection for foreign mask works may be granted under 
both section 902 and section 914 of the SCPA. Section 902 
sets out three different ways that foreign mask works may 
become eligible for protection in the United States. First, on 
the date the work is registered or is first commercially exploited 
anywhere in the world, the mask work is protectible if its owner 
is a national, domiciliary or sovereign authority of a foreign 
nation that is a party to a treaty that provides protection of 
mask works and to which the United States is also a party, or 
if a stateless person,wherever domiciled. Second, foreign mask 
works may be protected when they are first commercially 
exploited in the United States. The third way, set forth in section 
902(a)(2), is where the foreign mask work comes within the 
scope of a Presidential proclamation. The President may issue 
a proclamation upon finding that a foreign nation extends to 
mask works of owners who are U.S. nationals or domiciliaries, 
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protection (1) on substantially the same basis as that on which 
the foreign nation extends protection to mask works of its own 
nationals and domiciliaries and mask works first commercially 
exploited in that nation, or (2) on substantially the same basis 

as provided in the SCPA. Pursuant to Executive Order 12504, 
50 FR 4849 (Feb. 4, 1985), requests for issuance of Presidential 
proclamations are to be presented to the President by the Secre- 
tary of Commerce. 

Section 914 was included in the SCPA as a transitional 
provision, intended by Congress to encourage other countries 
to pass laws extending protection to this new form of intellectual 
property. Once laws were in place, it was reasoned, permanent 
protection for foreign mask works could be conferred under 
section 902 or through a multilateral treaty that extended cov- 
erage to mask works. Section 914 gives the Secretary of Com- 
merce authority to issue orders extending interim protection to 
foreign mask work owners upon the satisfaction of certain 
conditions. First, the Secretary must find that the foreign nation 
is making good faith efforts and reasonable progress toward 
entering into a treaty with the United States, or toward enacting 
legislation that will protect U.S. mask works on the same basis 
as domestic mask works, or at a level similar to that provided 
under the SCPA. Second, the Secretary must determine that 
nationals, domiciliaries and sovereign authorities of the foreign 
nation are not engaged in the misappropriation, unauthorized 
distribution, or unauthorized commercial exploitation of mask 
works. Finally, the Secretary must determine that issuance of 
an interim order would promote the purposes of the SCPA and 
international comity with respect to the protection of mask- 
works. 

By Amendment | to Department Organization Order 10-14, 
issued Dec. 3, 1984, the Secretary of Commerce delegated 
to the Assistant Secretary and Commissioner of Patents and 
Trademarks the authority under section 914 to make pertinent 
findings and to issue orders for the interim —— of foreign 
mask works. Amendment 2 to Department Organization Order 
10-14, issued Sept. 28, 1987, expanded the earlier delegation 
to include responsibility for prescribing regulations for the 
presentation to the President of requests for issuance of procla- 
mations under section 902. 

The Commissioner has issued orders granting interim protec- 
tion under section 914 for mask works produced in Australia, 
Belgium, Canada, Denmark, Finland, France, the Federal 
Republic of Germany, Greece, Ireland, Italy, Japan, Luxem- 
bourg, the Netherlands, Portugal, Spain, Sweden, Switzerland, 
and the United Kingdom. All of the interim protection orders 
were recently extended until May 31, 1989. See Extension of 
Previously-Granted Interim Orders Under the Semiconductor 
Chip Protection Act of 1984, 53 FR 16308 (May 6, 1988). 

This g was initiated by a Notice of 
Rulemaking published at 53 FR 5588. 90 (Feb. 25, 1988). The 
notice set forth proposed regulations for the submission and 
evaluation of requests that the Secretary of Commerce recom- 
mend the issuance or revocation of a Presidential proclamation 
granting U.S. protection to foreign mask works under section 
902(a)(2) of the SCPA. Comments on the proposed rules were 
received from the Commission of the European Communities 
and the U.S. Semiconductor Industry Association. 


Discussion of Specific Rules 


Section 150.1 of the new rules sets forth relevant definitions. 
Section 150.2 specifies the conditions under which an evalua- 
tion of recommending the issuance, revision, suspension or 
revocation of a section 902 proclamation will be initiated by 
the Commissioner. Section 150.2(a) provides that the Commis- 
sioner must initiate an evaluation of the propriety of recom- 
mending the issuance of a section 902 proclamation upon 
receipt of a request from a foreign government. Section 150.2(b) 
gives the Secretary the discretion to initiate independently an 
evaluation concerning issuance, revision, suspension or revoca- 
tion of a proclamation, or as directed by the Secretary of Com- 
merce. 

Section 150.3(a) states that requests for the issuance of a 
section 902 Presidential proclamation shall be made by “foreign 
governments.” The definition of “foreign government” in sec- 
tion 150.1 of the rules makes clear that international intergov- 
ermmental organizations may request Presidential 
proclamations on behalf of their member states. 
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Section 150. 3(b) lists the documentation that must accom- 
pany requests for issuance of a proclamation. The laws, legal 
tulings, regulations, and administrative orders submitted must 
be in unedited, full-text form. Where possible, the materials 
submitted should be reproduced from the original document, 
e.g., from court reports or statutory instruments. Abstracts, 
summaries and commentaries are not acceptable. If the docu- 
ments are not in English, a certified English translation must 
accompany them. 

Section 150.4 sets out the procedure the Commissioner will 
follow after a request for issuance of a proclamation has been 
submitted, or following a decision independently to initiate an 
evaluation. If a foreign government requests a section 902 
proclamation before a section 914 proceeding has taken place, 
under section 150.4(a) the Commissioner may initiate such a 
proceeding to compile a record of necessary information and, 
where appropriate, to provide interim protection in the United 


States while the section 902 request is pending. Section 150.4(b) 
provides that the information obtained during a section 914 


proceeding, if one has been held, will be considered by the 
Commissioner in determining whether to recommend the issu- 
ance of a Presidential proclamation. 

Section 150.4(c) provides that requests for Presidential proc- 
lamations, and notices of the Commissioner’s determination 
independently to initiate section 902 evaluations, will be pub- 
lished in the Federal Register. Written comments will be 
requested. Section 150.4(d) requires the Commissioner to notify 
the Register of Copyrights and the Committees on the Judiciary 
of the Senate and the House of Representatives of the initiation 
of an evaluation. Under section 150.4(e), a hearing may be 
scheduled if the written comments raise issues that cannot be 
resolved through informal contacts Section 150.4(f) provides 
that the record to be considered by the Commissioner in deter- 
mining whether to recommend a Presidential proclamation will 
be the request from a foreign government, if any, written com- 
ments received, the record of any section 914 proceedings, and 
the information obtained in a hearing, if one is held. 

Sections 150.4(g) and (h) provide that the Commissioner 
will forward the draft recommendation to the Secretary, who 
will then forward a recommendation regarding issuance of a 
proclamation to the President. Section 150.5(a) makes clear 
that the recommendation for issuance of a proclamation may 
include terms and conditions regarding the duration of the 
proclamation. Section 150.5(b) provides that interested i 
may request the revision, suspension or revocation of Presiden- 
tial proclamations. 


Comments on the Proposed Rules 


Comments on the proposed rules were submitted by the 
Commission of the European Communities and the U.S. Semi- 
conductor industry Association (SIA). The Commission of the 
European Communities noted that any request for a proclama- 
tion in favor of mask works produced in the Member States 
will be made by the Commission. The Commission requested 
a clarification that the term “foreign governments” as used 
in section 150.3(a) includes international intergovernmental 
organizations which have been empowered by their member 
states to request Presidential proclamations granting U.S. pro- 
tection to mask works produced in such states. 

The PTO ts the Commission’s suggestion. The rules 
are not intended to preclude foreign governments from having 
requests for Presidential proclamations presented on their behalf 
by an international or regional intergovernmental organization. 
Accordingly, a definition of “foreign government” is added as 
section 150.1(b) of the rules, making clear that international 
intergovernmental organizations may request Presidential proc- 
lamations on behalf of their member states. 

In its comments, the SIA requested that section 150.4(c) be 
amended to require that the Commissioner hold a public hearing 
when requested by any interested party after an evaluation has 
begun. As proposed, section 150.4(e)(2)(ii) gives the Commis- 
sioner discretion to hold a hearing to gather additional informa- 
tion if material issues raised in written comments cannot be 
resolved less formally. SIA also requested that section 150.4(f) 
be amended to include information obtained in public hearings 
in the list of materials to be evaluated by the Commissioner. 
SIA suggested that section 150.4(c) specify a time period of 
thirty (30) days after publication of a request for comments 
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in the Federal Register during which written comments and 
requests for a hearing may be submitted. 

The PTO does not agree that the Commissioner should be 
required to hold a hearing as part of every section 902 evaluation 
whenever requested. Section 150.4(b) provides that information 
obtained during section 914 proceedings will be used in evalu- 
ating requests for Presidential proclamations. Moreover, under 
section 150.4(a) the Commissioner may institute section 914 
proceedings if an interim order has not been issued in favor 
of mask works from such a requesting nation. Given the thor- 
oughness with which section 914 proceedings are generally 
conducted, the Commissioner is expected to have available a 
substantial record concerning the degree of protection for U.S. 
mask works in the subject country. A separate hearing might 
only serve to cause delay in such cases. 

Moreover, effective public participation in the section 902 
evaluation process is not dependent on whether the Commis- 
sioner holds a hearing. The rules proceed from the assumption 
that any material issues relating to protection of U.S. mask 
works in a requesting foreign country can be raised in written 
comments, and that these issues can be resolved flexibly 
through informal inter partes contacts. Where issues cannot 
be resolved through such informal contacts, section 150.4(e)(ii) 
gives the Commissioner discretion to hold a hearing to obtain 
additional views and to assist in resolving the issues. It is not 
evident that a hearing upon request of interested 
parties would provide an opportunity for exchange of views 
or information that is not otherwise available under section 
150.4(e). 

The PTO agrees that, if the Commissioner elects to hold a 
hearing, the information obtained should be included in the 
record. Accordingly, section 150.4(f) is amended to make this 
clarification. It is also proper that the rules specify a time period 
for the submission of comments following publication in the 
Federal Register of the request for a proclamation or the Com- 
missioner’s determination to initiate independently a section 
902 evaluation. Thus, to ensure that all interested parties have 
sufficient time to investigate and prepare complete written com- 
ments, section 150.4(c) is amended to specify that comments 
must be submitted within sixty (60) days of Federal Register 
publication. 


Discussion of Principal Changes 


A new section 150.1(b) has been added to the rules as pro- 
posed to clarify that international or regional intergovernmental 
organizations may request Presidential proclamations on behalf 
of their member states, provided the member states have 
empowered the organization to make such requests. Proposed 
sections 150.1(c)-(g) have been redesignated as sections 
150.1(d)-(h). The definition of “mask work” in section 150.1(d) 
(proposed section 150.1(c)) has been modified slightly to con- 
form to the language in section 901(a)(2) of the SCPA. The 
definition of “Presidential proclamation” in section 150.1(e) 
(proposed section 150.1(d)) has been changed slightly by substi- 
tuting the words “applying for” for the word “making” before 
the word “registrations.” The purpose of this change is to 
conform the language of the rule to section 908 of the SCPA, 
which relates to mask work registration. The definition of 
“request” in section 150.1(f) (proposed section 150.1(e)) has 
been changed to indicate that the Commissioner is not required 
to treat request revision, suspension or revocation of a Presiden- 
tial proclamation in the same way as requests for issuance of 
such proclamations (see discussion of section 150.5(b), wo 

Section 150.2(a) has been expanded to make clear that the 
Commissioner may initiate independently an evaluation of rec- 
ommending the revision, suspension, or revocation of a Presi- 
dential proclamation, as well as an evaluation of recommending 
the issuance of a proclamation. This change reflects the amend- 
ment to section 902(a)(2) made by the Semiconductor Chip 
Protection Act Extension of 1987, which clarifies that the Presi- 
dent has the authority to revise, suspend or revoke, as well 
as issue, proclamations extending protection to foreign mask 


works. 

Section 150.3(b) has been changed to state that requests for 
issuance of a Presidential proclamation must be accompanied 
by “a copy” of laws, legal rulings, regulations or administrative 
orders, rather than “an official copy” of such materials, as was 
proposed. This change is made to avoid confusion arising from 
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the fact that the meaning of “official copy” may vary from 
country to country. Section 150.3(b)(S) has been redesignated 
as section 150.3(b)(6), and a new section 150.3(b)(5) has been 
added to specify that the copies submitted to the PTO must be 
in full text, unedited, and where possible, be reproduced from 
the original document. 

Section 150.4(c) has also been changed. The proposed rule 
stated that notices of requests by foreign governments for the 
issuance of Presidential proclamations will be published in the 
Federal Register. Language has been added to make clear that 
notices of the Commissioner’s determination independently to 
initiate evaluations will also be published in the Federal Reg- 
ister. Section 150.4(c) has also been changed to provide that 
comments shall be submitted to the Commissioner within sixty 
(60) days of publication of the Federal Register notice. Section 
150.4(f) has been modified to include information obtained in 
a public hearing held pursuant to section 150.4(e)(ii), if such 
a hearing is held, in the list of materials to be evaluated by the 
Commissioner. 

Section 150.5(b) has been changed to reflect the amendment 
to section 902(a)(2) made by the Semiconductor Chip Protec- 
tion Act Extension of 1987. The first sentence provides that 
any interested party may request the “revision, suspension or 
revocation” of a proclamation. The second sentence has been 
modified to provide that “requests for revision, suspension or 
revocation of a proclamation will be considered in substantially 
the same manner as requests for the issuance of a section 902 
proclamation.” The word “substantially” has been added to 
indicate that the Commissioner need not initiate a formal evalu- 
ation in every case where a request is made for the revision, 
suspension or revocation of a Presidential proclamation, in 
contrast to situations where a foreign government requests the 
issuance of such a proclamation. While good faith requests for 
the revision, suspension or revocation of a proclamation will 
be accorded fair procedural treatment, it is proper that the 
Commissioner have flexibility at the outset to consider such 
requests on a case-by-case basis as experience is gained under 
these rules. If necessary, the PTO may amend the rules at a 
later time to provide additional procedures for consideration 
of requests for revision, suspension or revocation of Presidential 
proclamations. 

Stylistic changes have also been made in sections 150.2(a), 
150.3(b)(6) (proposed section 150.3(b)(5)) and 150.5(a), but 
these changes are for purposes of clarity and are not substantive 
in nature. 


Other Considerations 


This rule does not have a significant impact on the quality of 
the human environment or the conservation of natural resources. 
This rule is in conformity with the requirements of the Regula- 
tory Flexibility Act, 5 U.S.C. 601 et seq., Executive Orders 
12291 and 12612, and the Paperwork Reduction Act of 1980,44 
U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the proposed 
rule will not have a significant adverse economic impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 601 et seq.) The economic impact of a Presidential 
proclamation on small entities will be beneficial, since such 
proclamations may be issued only upon a finding that a foreign 
nation extends reciprocal ion to U.S. mask works. 

The Patent and Trademark Office has determined that this 
rule is not a major rule under Executive Order 12291. The 
annual effect on the economy will be less that $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. By extending protection to foreign 
mask work owners, the ability of United States-based enter- 
prises to compete with foreign-based enterprises in domestic 
or export markets will be enhanced. 

The Patent and Trademark Office has also determined that 
this notice has no federalism implications affecting the relation- 
ship between the national government and the states as outlined 
in Executive Order 12612. 

The rule will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3510 et seq., since no record- 
keeping or reporting requirements within the coverage of the 
Act are placed upon the public. 
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List of Subjects in 37 CFR Subchapter C 


Administrative practice and procedure, Authority delegations, 
Semiconductor chips, Mask works. 

For the reasons set out in the preamble, Chapter 1 of Title 
37 CFR is amended by adding a new Subchapter C, Part 150, 
as follows: 


Subchapter C - PROTECTION OF FOREIGN MASK WORKS 


Part 150 - REQUESTS FOR PRESIDENTIAL PROCLAMA- 
TIONS PURSUANT TO17 U.S.C. 902(a)(2) 


Sec. 
150.1 Definitions. 
150.2 Initiation of Evaluation. 
150.3 Submission of Requests. 
150.4 Evaluation. 
150.5 Duration of Proclamation. 
150.6 Mailing Address. 
Authority: 35 U.S.C. 6; E.O. 12504, 50 FR 4849, 3 CFR, 
1985 Comp., p. 335. 


Section 150.1 Definitions. 


(a) “Commissioner” means Assistant Secretary and Commis- 
sioner of Patents and Trademarks. 

(b) “Foreign government” means the duly-constituted executive 
of a foreign nation, or an international or regional intergov- 
ernmental organization which has been empowered by its 
member states to request issuance of Presidential proclama- 
tions on their behalf under this part. 

(c) “Interim order” means an order issued by the Secretary of 
Commerce under 17 U.S.C. 914. 

(d) “Mask work” means a series of related images, however 
fixed or encoded- 


(1) having or representing the predetermined, three dimen- 
sional pattern of metallic, insulating, or semiconductor 
material present or removed from the layers of a semicon- 
ductor chip product; and 

(2) in which series the relation of the images to one another 
is that each image has the pattern of the surface of one 
form of the semiconductor chip product. 


(e) “Presidential proclamation” means an action by the Presi- 
dent extending to foreign nationals, domiciliaries and sover- 
eign authorities the privilege of applying for registrations 
for mask works pursuant to 17 U.S.C. 902. 

(f) “Request” means a request by a foreign government for the 
issuance of a Presidential proclamation. 

(g) “Proceeding” means a proceeding to issue an interim order 
extending protection to foreign nationals, domiciliaries and 
sovereign authorities under 17 U.S.C. Chapter 9. 

(h) “Secretary” means the Secretary of Commerce. 


Section 150.2 Initiation of Evaluation. 


(a) The Commissioner independently or as directed by the 
Secretary, may initiate an evaluation of the propriety of 
recommending the issuance, revision, suspension or revoca- 
tion of a section 902 proclamation. 

(b) The Commissioner shall initiate an evaluation of the pro- 
priety of recommending the issuance of a section 902 procla- 
mation upon receipt of a request from a foreign government. 


Section 150.3 Submission of Requests. 


(a) Requests for the issuance of a section 902 proclamation 
shall be submitted by foreign governments for review by the 
Commissioner. 

(b) Requests for issuance of a proclamation shall include: 


(1) A copy of the foreign law or legal rulings that provide 
protection forU.S. mask works which provide a basis for 
the request. 

(2) A copy of any regulations or administrative orders imple- 
menting the protection. 
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(3) A copy of any laws, regulations or administrative orders 
Le or regulating the registration (if any) of mask 
works. 

(4) bd other relevant laws, regulations or administrative 


0! ; 

(5) All copies of laws, legal rulings, regulations or adminis- 
trative orders submitted must be in unedited, full-text form, 
and if possible, must be reproduced from the original 
document. 

(6) All material submitted must be in the original language, 
and if not in English, must be accompanied by a certified 
English translation. 


Section 150.4 Evaluation. 


(a) Upon submission of a request by a foreign government for 
the issuance of a section 902 proclamation, if an interim order 
under section 914 has not been issued, the Commissioner may 
initiate a section 914 proceeding if additional information 
is ; 

(b) If an intezim order under section 914 has been issued, the 
information obtained during the section 914 proceeding will 
be used in evaluating the request for a section 902 proclama- 
tion. 

(c) After the Commissioner receives the request of a foreign 
government for a section 902 proclamation, or after a deter- 
mination is made by the Commissioner to initiate indepen- 
dently an evaluation pursuant to section 150.2(a) of this part, 
a notice will be published in the Federal Register to request 
relevant and material comments on the adequacy and effec- 
tiveness of the protection afforded U.S. mask works under 
the system of law described in the notice. Comments should 
include detailed explanations of any alleged deficiencies in 
the foreign law or any alleged deficiencies in its implementa- 
tion. If the alleged deficiencies include problems in adminis- 
tration such as registration, the respendent should include as 
specifically as possible full detailed explanations, including 
dates for and the nature of any alleged problems. Comments 
shall be submitted to the Commissionerwithin sixty (60) days 
of publication of the Federal Register notice. 

(d) The Commissioner shall notify the Register of Copyrights 
and the Committees on the Judiciary of the Senate and the 
House of Representatives of the initiation of an evaluation 
under these regulations. 

(e) If the written comments submitted by any party present 
relevant and material reasons why a proclamation should 
not issue, the Commissioner will: 

(1) Contact the party raising the issue for verification and 
any needed additional information; 

(2) Contact the requesting foreign government to determine 
if the issues raised by the party can be resolved; and, 


(i) If the issues are resolved, continue with the evaluation; 
or, 

(ii) If the issues cannot be resolved on this basis, hold a 
public hearing to gather additional information. 


(f) The comments, the section 902 request, information 
obtained from a section 914 proceeding, if any, and infor- 
mation obtained in a hearing held pursuant to subsection 
(e)(ii) of this section, if any, will be evaluated by the 
Commissioner. 

(g) The Commissioner will forward the information to the 
Secretary, together with an evaluation and a draft recom- 
mendation. 

(h) The Secretary will forward a recommendation regarding 
the issuance of a section 902 proclamation to the President. 


Section 150.5 Duration of Proclamation. 


(a) The recommendation for the issuance of a proclamation 
may include terms and conditions regarding the duration of 
the proclamation. 

(b) Requests for the revision, suspension or revocation of a 
proclamation may be submitted by any interested party. 
Requests for revision, suspension or revocation of a procla- 
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mation will be considered in substantially the same manner 
as requests for the issuance of a section 902 proclamation. 


Section 150.6 Mailing Address. 


Requests and all correspondence submitted pursuant to these 
guidelines shall be addressed to: 


Commissioner of Patents and Trademarks 
Box 4 
Washington, D.C. 20231 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


June 23, 1988 


[1092 OG 52] 


(109) Errors in Notice of Allowance 

The purpose of this notice is to clarify existing Office practice 
with respect to providing a new issue fee due date. Sometimes 
errors appear on the Notice of Allowance, such as an incorrect 
number of claims, the misspelling of an inventor’s name, an 
incorrect inventorship, or an incorrect title. A duplicate Notice 
of Allowance correcting the errors may be requested from the 
Group that mailed the Notice. However, a new issue fee due 
date will not be provided if the information on the original 
Notice of Allowance is sufficient to allow a reasonable prac- 
titioner to timely file a proper issue fee in the correct application. 
Specifically, the mere filing of a request for a corrected or 
duplicate Notice of Allowance will not act to stay the period 
for paying the issue fee. 


JAMES E. DENNY 
Deputy Assistant Commissioner 
for Patents 


June 12, 1985 


[1056 OG 35] 


Guidance on Treatment of Product and 
Process Claims in light of In re Ochiai, 
In re Brouwer and 35 U.S.C. § 103(b) 


(110) 


The purpose of this Notice is to provide guidance to Patent 
and Trademark Office personnel and to the public on the proper 
consideration of certain claims in light of Jn re Ochiai, 71 F. 
3d 1565, 37 USPQ2d 1127 (Fed. Cir. 1995) and In re Brouwer, 
** F.3d **, 37 USPQ2d 1663 (Fed. Cir. 1996) and the passage 
of 35 U.S.C. § 103(b), which became effective November 1, 
1995. Ochiai, Brouwer and § 103(b) relate to how process 
claims directed to making or using nonobvious products are 
to be treated. 

The Court in Ochiai and Brouwer addressed the issue of 
whether an otherwise conventional process could be patented 
if it were limited to making or using a nonobvious product. In 
both cases, the Federal Circuit held that the use of per se rules 
is improper in applying the test for obviousness under the 35 
U.S.C. § 103. Rather, § 103 requires a highly fact-dependent 
analysis involving taking the claimed subject matter as a whole 
and comparing it to the prior art. To support a rejection under 
§ 103, the collective teachings of the prior art must have sug- 
gested to one of ordinary skill in the art that, at the time the 
invention was made, applicant’s claimed invention would have 
been obvious. In applying this test to the claims on appeal, the 
Court held that there simply was no suggestion or motivation 
in the prior art to make or use the nonobvious products to 
which the claims were limited and consequently overturned 
the rejections based upon § 103. 

Interpreting a claimed invention as a whole requires consider- 
ation of all claim limitations. Thus, language in a process claim 
which recites making or using a nonobvious product must be 
treated as a material limitation, and a motivation to make or 
use the nonobvious product must be present in the prior art for 
a § 103 rejection to be sustained. 
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In light of Ochiai and Brouwer, Office personnel will con- 
sider all claim limitations when analyzing process claims which 
make or use nonobvious products under § 103. Office personnel 
will focus on treating claims as a whole and follow the analysis 
set forth in Graham v. John Deere, 383 U.S. 1, 148 USPQ 
459 (1966). 

Accordingly, to facilitate examination under § 103, where 
product and process claims are presented in the same applica- 
tion, applicant may be called upon under 35 U.S.C. § 12i to 
elect claims to either the product or process. The claims to the 
non-elected invention will be withdrawn from further consider- 
ation. However, in the case of an elected product claim, 
rejoinder will be permitted when a product claim is found 
allowable and the withdrawn process claim depends from or 
otherwise includes all the limitations of an allowed product 
claim. Withdrawn process claims not commensurate in scope 
with an allowed product claim will not be rejoined. In the event 
of rejoinder, the rejoined process claims will be fully examined 
for patentability in accordance with 37 CFR 1.104 - 1.106. If 
the application containing the rejoined claims is not in condition 
for allowance, the subsequent Office action may be made final, 
or, if the application was already under final rejection, the next 
Office action may be an advisory action. 

35 U.S.C. § 103(b) is applicable to biotechnological pro- 
cesses only. Section 103(b) precludes a rejection of process 
claims which involve the use or making of certain nonobvious 
biotechnological compositions of matter under § 103(a). Sec- 
tion 103(b) requires that: 


1. the biotechnological process and composition of matter 
be contained in either the same application or in separate appli- 
cations having the same effective filing date; 


2. both the biotechnological process and composition of 
matter be owned or subject to an assignment to the same person 
at the time the process was invented; 


3. a patent issued on the process also contain the claims to 
the composition of matter used in or made by the process, or, 
if the process and composition of matter are in different patents, 
the patents expire on the same date; 


4. the biotechnological process falls within the definition set 
forth in § 103(b); and 


5. a timely election be made to proceed under the provisions 
of § 103(b). 


In view of the Federal Circuit’s decisions in Ochiai and 
Brouwer, an applicant’s need to rely upon § 103(b) should be 
rare. Consequently, the Patent and Trademark Office will treat 
§ 103(b) elections on a case-by-case basis by way of petition 
under 37 CFR 1.182. That petition must establish that all the 
requirements set forth in § 103(b) have been satisfied. An 
election will normally be considered timely if it is made no 
later than the earlier of either (1) the payment of the issue fee, 
or (2) the filing of an appeal brief in an application which 
contains a composition of matter claim which has not been 
rejected under 35 U.S.C. §§ 102 or 103. 

In an application where at least one co ition of matter 
claim has not been rejected under 35 U.S.C. §§ 102 or 103, a 
§ 103(b) election may be made by submitting the petition 
and an amendment requesting entry of process claims which 
correspord to the composition of matter claim. 

For applications pending on or after November 1, 1995, in 
which the issue fee has been paid prior to the date of this Notice, 
the timeliness requirement for an election under § 103(b) will 
be considered satisfied if the conditions of 37 CFR 1.312(b) 
are met. However, if a patent is granted on an application 
entitled to the benefit of § 103(b) without an election having 
been made as a result of error without deceptive intent, patentees 
may file a reissue application to permit consideration of process 
claims which qualify for § 103 (b) treatment. 

Any questions, comments or suggestions regarding petitions 
under 37 CFR 1.182 filed pursuant to this Notice should be 
directed to the Special Program Law Office, attention: Hiram 
Bernstein, Senior Legal Advisor. All other questions, comments 
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or suggestions regarding this Notice should be directed to the 
Solicitor’s Office, attention: Craig Kaufman, Associate Solic- 
itor. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1184 OG 86] 


February 28, 1996 


Public Law 98-622 
Signed November 8, 1984 
Ninety-eighth Congress of the United States of America 


(111) 


AT THE SECOND SESSION 


Begun and held at the City of Washington on Monday, the 
twenty-third day of January, one thousand nine hundred and 
eighty-four 


An Act 


To amend title 35, United States Code, to increase the effective- 
ness of the patent laws, and for other purposes. 


Be it enacted by the Senate and House of Representatives of 
the United States of America in Congress assembled, 


SHORT TITLE 


SECTION 1. This Act may be cited as the “Patent Law 
Amendments Act of 1984”. 


TITLE I-PATENT IMPROVEMENT PROVISIONS 
USE OF PATENTED INVENTIONS OUTSIDE 
THE UNITED STATES 


SEC. 101.(a) Section 271 of title 35, United States Code, 
is amended by adding at the end thereof the following new 
subsection: 

“(f)(1) Whoever without authority supplies or causes to be 
supplied in or from the United States all or a substantial portion 
of the components of a patented invention, where such compo- 
nents are uncombined in whole or in part, in such manner as 
to actively induce the combination of such components outside 
of the United States in a manner that would infringe the patent 
if such combination occurred within the United States, shall 
be liable as an infringer. 

“(2) Whoever without authority supplies or causes to be 
supplied in or from the United States any component of a 
patented invention that is especially made or especially adapted 
for use in the invention and not a staple article or commodity 
of commerce suitable for substantial noninfringing use, where 
such component is uncombined in whole or in part, knowing 
that such component is so made or adapted and intending that 
such component will be combined outside of the United States 
in a manner that would infringe the patent if such combination 
occurred within the United States, shall be liable as an 
infringer.” 


STATUTORY INVENTION REGISTRATION 


SEC. 102.(a) Chapter 14 of title 35, United States Code, is 
amended by adding at the end thereof the following new section: 


§ 157. Statutory invention registration 


“(a) Notwithstanding any other provision of this title, the 
Commissioner is authorized to publish a statutory invention 
registration containing the specification and drawings of a regu- 
larly filed application for a patent without examination if the 
applicant: 

“(1) meets the requirements of section 112 of this title; 
“(2) has complied with the requirements for printing, as 
set forth in regulations of the Commissioner; 
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“(3) waives the right to receive a patent on the invention 
within such period as may be prescribed by the Commis- 
sioner; and 

“(4) pays application, publication, and other processing 

fees established by the Commissioner. 
If an interference is declared with respect to such an application, 
a statutory invention registration may not be published unless 
the issue of priority of invention is finally determined in favor 
of the applicant. 

“(b) The waiver under subsection (a)(3) of this section by 
an applicant shall take effect upon publication of the statutory 
invention registration. 

“(c) A statutory invention registration published pursuant to 
this section shall have all of the attributes specified for patents 
in this title except those specified in section 183 and sections 
271 through 289 of this title. A statutory invention registration 
shall not have any of the attributes specified for patents in any 
other provision of law other than this title. A statutory invention 
registration published pursuant to this section shall give appro- 
priate notice to the public, pursuant to regulations which the 
Commissioner shall issue, of the preceding provisions of this 
subsection. The invention with respect to which a statutory 
invention certificate is published is not a patented invention 
for purposes of section 292 of this title. 

“(d) The Secretary of Commerce shall report to the Congress 
annually on the use of statutory invention registrations. Such 
report shall include an assessment of the degree to which agen- 
cies of the Federal Government are making use of the statutory 
invention registration system, the degree to which it aids the 
management of federally developed technology, and an assess- 
ment of the cost savings to the Federal Government of the use 
of such procedures.” 

(b) The table of sections at the beginning of chapter 14 of 
title 35, United States Code, is amended by adding at the end 
thereof the following: 


“157. Statutory invention registration.”. 


(c) The amendments made by this section shall take effect 
six months after the date of the enactment of this Act. 


PRIOR ART 


SEC. 103. Section 103 of title 35, United States Code, is 
amended by adding at the end thereof the following: 

“Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 of 
this title, shall not preclude patentability under this section 
where the subject matter and the claimed invention were, at 
the time the invention was made, owned by the same person 
or subject to an obligation of assignment to the same person.” 


JOINT INVENTORS 


SEC. 104. (a) Section 116 of title 35, United States Code, 
is amended by amending the first paragraph to read as follows: 


“When an invention is made by two or more persons jointly, 
they shall apply for patent jointly and each make the required 
oath, except as otherwise provided in this title. Inventors may 
apply for a patent jointly even though (1) they did not physically 
work together or at the same time, (2) each did not make the 
same type or amount of contribution, or (3) each did not make 
acontribution to the subject matter of every claim of the patent.” 


(b) Section 120 of title 35, United States Code, is amended 
by striking out “by the same inventor” and inserting in lieu 
thereof “which is filed by an inventor or inventors named in 
the previously filed application”. 


ARBITRATION OF INTERFERENCES 


SEC. 105. Section 135 of title 35, United States Code, is 
amended by adding at the end thereof the following new subsec- 
tion: 

“(d) Parties to a patent interference, within such time as may 
be specified by the Commissioner by regulation, may determine 
such contest or any aspect thereof by arbitration. Such arbitra- 
tion shall be governed by the provisions of title 9 to the extent 
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such title is not inconsistent with this section. The parties shall 
give notice of any arbitration award to the Commissioner, and 
such award shall, as between the parties to the arbitration, be 
dispositive of the issues to which it relates. The arbitration 
award shall be unenforceable until such notice is given. Nothing 
in this subsection shall preclude the Commissioner from deter- 
mining patentability of the invention involved in the interfer- 
ence.”. 


EFFECTIVE DATE 


SEC. 106. (a) Subject to subsections (b), (c), (d), and (e) of 
this section, the amendments made by this Act shall apply to 
all United States patents granted before, on, or after the date 
of enactment of this Act, and to all applications for United 
States patents pending on or filed after the date of enactment. 

(b) The amendments made by this Act shall not affect any 
final decision made by the court or the Patent and Trademark 
Office before the date of enactment of this Act with respect 
to a patent or application for patent, if no appeal from such 
decision is pending and the time for filing an appeal has expired. 

(c) Section 271(f) of title 35, United States Code, added by 
section 101 of this Act shall apply only to the supplying, or 
causing to be supplied, of any component or components of a 
patented invention after the date of enactment of this Act. 

(d) No United States patent granted before the date of enact- 
ment of this Act shall abridge or affect the right of any person 
or his successors in business who made, purchased, or used 
prior to such effective date anything protected by the patent, 
to continue the use of, or to sell to others to be used or sold, 
the specific thing so made, purchased, or used, if the patent 
claims were invalid or otherwise unenforceable on a ground 
obviated by section 103 or 104 of this Act and the person made, 
purchased, or used the specific thing in reasonable reliance on 
such invalidity or unenforceability. If a person reasonably relied 
on such invalidity or unenforceability, the court before which 
such matter is in question may provide for the continued manu- 
facture, use, or sale of the thing made, purchased, or used as 
specified, or for the manufacture, use, or sale of which substan- 
tial preparation was made before the date of enactment of this 
Act, and it may also provide for the continued practice of 
any process practiced, or for the practice of which substantial 
preparation was made, prior to the date of enactment, to the 
extent and under such terms as the court deems equitable for 
the protection of investments made or business commenced 
before the date of enactment. 

(e) The amendments made by this Act shall not affect the 
right of any party in any case pending in court on the date of 
enactment to have their rights determined on the basis of the 
substantive law in effect prior to the date of enactment. 


TITLE 0-PATENT AND TRADEMARK OFFICE 
PROCEDURES 


BOARD OF PATENT APPEALS AND 
INTERFERENCES 


SEC. 201. (a) Section 7 of title 35, United States Code, is 
amended to read as follows: 


§ 7. Board of Patent Appeals and Interferences 


“(a) The examiners-in-chief shall be persons of competent 
legal knowledge and scientific ability, who shall be appointed 
to the competitive service. The Commissioner, the Deputy 
Commissioner, the Assistant Commissioners, and the exam- 
iners-in-chief shall constitute the Board of Patent Appeals and 
Interferences. 

“(b) The Board of Patent Appeals and Interferences shall, 
on written appeal of an applicant, review adverse decisions of 
examiners upon applications for patents and shall determine 
priority and patentability of invention in interferences declared 
under section 135(a) of this title. Each appeal and interference 
shall be heard by at least three members of the Board of Patent 
Appeals and Interferences, who shall be designated by the 
Commissioner. Only the Board of Patent Appeals and Interfer- 
ences has the authority to grant hearings. 

“(c) Whenever the Commissioner considers it necessary, in 
order to keep current the work of the Board of Patent Apeals 
and Interferences, theCommissioner may designate any patent 
examiner of the primary examiner grade or higher, having the 
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requisite ability, to serve as examiner-in-chief for periods not 
exceeding six months each. An examiner so designated shall 
be qualified to act as a member of the Board of Patent Appeals 
and Interferences. Not more than one of the members of the 
Board of Patent Appeals and Interferences hearing an appeal 
or determining an interference may be an examiner so desig- 
nated. The Secretary of Commerce is authorized to fix the 
pay of each designated examiner-in-chief in the Patent and 
Trademark Office at not to exceed the maximum rate of basic 
pay payable for grade GS 16 of the General Schedule under 
section 5332 of title 5. The rate of basic pay of each individual 
designated examiner-in-chief shall be adjusted, at the close of 
the period for which that individual was designated to act as 
examiner-in-chief, to the rate of basic pay which that individual 
would have been receiving at the close of such period if such 
designation had not been made.” 

(b) The item relating to section 7 in the table of sections at 
the beginning of chapter 1 of title 35, United States Code, is 
amended by striking out “Appeals” and inserting in lieu thereof 
“Patent Appeals and Interferences”. 


INTERFERENCES 


SEC. 202. Section 135(a) of title 35, United States Code, is 
amended to read as follows: 

“(a) Whenever an application is made for a patent which, 
in the opinion of the Commissioner, would interfere with any 
pending application, or with any unexpired patent, an interfer- 
ence may be declared and the Commissioner shall give notice 
of such declaration to the applicants, or applicant and patentee, 
as the case may be. The Board of Patent Appeals and Interfer- 
ences shall determine questions of priority of the inventions and 
may determine questions of patentability. Any final decision, if 
adverse to the claim of an applicant, shall constitute the final 
refusal by the Patent and Trademark Office of the claims 
involved, and the Commissioner may issue a patent to the 
applicant who is adjudged the prior inventor. A final judgment 
adverse to a patentee from which no appeal or other review 
has been or can be taken or had shall constitute cancellation of 
the claims involved in the patent, and notice of such cancellation 
shall be endorsed on copies of the patent distributed after such 
cancellation by the Patent and Trademark Office.” 


APPEALS AND CIVIL ACTIONS 


SEC. 203. (a) Section 141 of title 35, United States Code, 
is amended- 
(1) in the first sentence- 
(A) by striking out “of the Board of Patent Appeals may 
” and inserting in lieu thereof “in an appeal to the 
Board of Patent Appeals and Interferences under section 134 
of this title may appeal the decision”; and 

(B) by striking out, “thereby waiving his right” and 
inserting in lieu thereof. “By filing such an appeal the appli- 
cant waives his or her right”; 

(2) in the second sentence- 

(A) by striking out “board of patent interferences on the 
question of priority may appeal” and inserting in lieu thereof 
“Board of Patent Appeals and Interferences on the interfer- 
ence may appeal the decision”; 

(B) by striking out “according to” and inserting in lieu 
thereof “in accordance with”; and 

(C) by striking out “he” and inserting in lieu thereof “the 

= and 

(3) by amending the last sentence to read as follows: “If 
the appellant does not, within thirty days after the filing of 
such notice by the adverse party, file a civil action under 
section 146, the decision appealed from shall govern the 
further ings in the case.” 

(b) Section 145 of title 35, United States Code, is amended- 

(1) in the first sentence by striking out “Appeals may” and 
inserting in lieu thereof “Patent roe doen and Interferences in 
an appeal under section 134 of this title may,”and 

(2) in the second sentence by striking out “Appeals ” and 
inserting in lieu thereof “Patent s and Interferences”. 

(c) Section 146 of title 35, United States Code, is amended 
by striking out “board of patent intereferences on the question 
of priority” and inserting in lieu thereof “Board of Patent 
Appeals and Interferences on the interference”. 
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TECHNICAL AND CONFORMING 
AMENDMENTS 


SEC. 204. (a) Section 41(a)(6) of title 35, United States 
Code, is amended- 

(1) by striking out “Appeals” each place it appears and 
inserting in lieu thereof “Patent Appeals and Interferences”; 
and 

(2) by inserting “in the appeal” “after oral hearing”. 

(b)(1) Section 134 of title 35, United States Code, is 
amended- 

(A) in the section caption by striking out “APPEALS” 
and inserting in lieu thereof “PATENT APPEALS AND 
INTERFERENCES”; and 

(B) by striking out “Appeals” and inserting in lieu thereof 
“Patent Appeals and Interferences”. 

(2) The item relating to section 134 in the table of sections 
at the beginning of chapter 12 of title 35, United States Code, 
is amended by striking out “Appeals” and inserting in lieu 
thereof “Patent Appeals and Interferences”. 

(c) Section 305 of title 35, United States Code, is amended 
by striking out “Appeals” and inserting in lieu thereof “Patent 
Appeals and Interferences”. 


AMENDMENTS TO OTHER PROVISIONS 
OF LAW 


SEC. 205. (a) Section 1295(a)(4)(A) of title 28, United 
States code, is amended by striking out “Appeals or the 
Board of Patent” and inserting in lieu thereof “Patent Appeals 
and”. 

(b) Section 152 of the Atomic Energy Act of 1954 (42 
U.S.C. 2182) is amended in the third 

(1) by striking out “Board of Patent ietediesences’” and 
inserting in lieu thereof “the Board of Patent Appeals and 
Interferences”; 

(2) by striking out “the Board of Patent Interferences” and 
inserting in lieu thereof “the Board of Patent Appeals and 
Interferences”. 

(c)(1) Section 305(d) of the National Aeronautics and 
Space Act of 1958 (42 U.S.C. 2457(d)) is amended- 

(A) by striking out “a Board of Patent Interferences” and 
inserting in lieu thereof “the Board of Patent Appeals and 
Interferences”; and 

(B) by striking out “the Board of Patent Interferences” 
and inserting in lieu thereof “the Board of Patent Appeals 
and Interferences”. 

(2) Section 305(e) of the National Aeronautics and Space 
Act of 1958 (42 U.S.C. 2457(e)) is amended by striking out 
“a Board of Patent Interferences” and inserting in lieu thereof 
“the Board of Patent Appeals and Interferences”. 


SAVINGS PROVISION 


SEC. 206. Any individual who, on the effective date of this 
title, is an examiner-in-chief of the Board of Patent Appeals 
of the Patent and Trademark Office or an examiner of interfer- 
ences of the Board of Patent Interferences of such office shall 
be entitled to continue in office as a member of the Board of 
Patent Appeals and Interferences of the Patent and Trademark 
Office as of such effective date. 


EFFECTIVE DATE 
SEC. 207. Section 206 of this Act and the amendments made 
by this title shall take effect three months after the date of the 
enactment of this Act. 


TITLE ItI-NATIONAL COMMISSION ON 
INNOVATION AND PRODUCTIVITY 


ESTABLISHMENT 
SEC. 301. There is hereby established a National Commis- 


sion on Innovation and Productivity (hereinafter in this title 
referred to as the “Commission”). 
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MEMBERSHIP OF COMMISSION 
SEC. 302. (a) The Commission shall be composed of 


AO) ys Members of the Senate appointed by the President 
Oo! 

(2) three Members of the House of Representatives apointed 
by the Speaker of the House of Representatives; and 

%) three members appointed by the President of the United 
States, one of whom the President shall designate as Chairman. 
Of the members appointed by the President, one member should 
be an appropriate officer or employee of the United States, one 
member should be an employer who employs inventors, and 
one member should be an employed inventor. 

(b) At no time shall more than two of the members appointed 
under paragraph (1), (2), or (3) of subsection (a) be persons 
who are members of the same political 

(c) Any vacancy in the Commission shall not affect its powers 
but shall be filled in the. same manner in which the original 
appointment was made, and subject to the limimtation set forth 
in subsection (b) with respect to the original appointment. 

(d) Six members of the Commission shall constitute a 
quorum, but a lesser number may conduct hearings. 


DUTIES OF THE COMMISSION 


SEC. 303. The Commission shall make a full and complete 
review and study of the level of innovation and producitivity 
of employed inventors. Such study shall include an analysis 
of the various methods available to inspire or stimulate indi- 
vidual and corporate innovation and productivity, including an 
assessment of the techniques used in other countries to achieve 
this objective. Such study may include an assessment of those 
aspects of other areas of intellectual property law that inspire 
or stimulate such innovation and productivity. The Commission 
shall make recomendations for such revisions of the laws of 
the United States, including the repeal of unnece or unde- 
sirable statutes, and such other changes as the Commission 
considers will better foster innovation and productivity. 


COMPENSATION OF MEMBERS OF THE COMMISSION 


SEC. 304. (a) A member of the Commission who is a Member 
of Congress or a full-time officer or employee of the United 
States shall receive no additional compensation by reason of 
his or her service on the Commission. 

(b) Subject to amounts provided in advance in appropriations 
Acts, a member of the Commission from private life shall 
receive the daily equivalent of the annual rate of basic pay 
payable for level Il of the Executive Schedule for each day 
(including traveltime) during which such member is engaged 
in the actual performance of duties vested in the Commission, 
plus reimbursement for travel, subsistence, and other 
expenses incurred in the performance of such duties, in accor- 
dance with subchapter I of chapter 57 of title 5, United States 
Code. 


DIRECTOR AND STAFF 


SEC. 305. (a) The Commission shall have a Director who 
shall be appointed by the Commission and who shall be paid 
at a rate not to exceed the rate of basic pay payable for level 
IV of the Executive Schedule. The Director, subject to the 
direction of the Commission, shall supervise the activities of 
persons emloyed by the Commission and the preparation of 
the reports of the Commission and shall perform such other 
duties as may be assigned to the Director by the Commission. 

SS ens see ce any os oe 
additional personnel as it considers appropriate. 

(c) The staff of the Commission may tt ointed without 
regard to the provisions of title 5, United: States eer 
appointments in the itive service, and may be 
without regard to the provisions of chapter 51 and ori 
Ill of chapter 53 of such title relating to classification and 
General Schedule pay rates, except that no individual so 


appointed may receive pay in excess of the maximum annual 
rate of basic pay payable for GS- 16 of the General Schedule. 
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(d) The Chairman of the Commission may procure temporary 

= ae services under section 3109(b) of title 5, United 
tates . 


GOVERNMENT AGENCY COOPERATION 


SEC. 306. The Commission is authorized to request from 
any department, agency, or independent instrumentality of the 
Government any information and assistance it considers neces- 
sary to carry out its functions under this title. Each such depart- 
ment, agency, and instrumentality is authorized to cooperate 
with the Commission and, to the extent permitted by law, to 
furnish such information and assistance to the Commission. 


REPORT OF THE COMMISSION; TERMINATION 


SEC. 307. The Commission shall submit interim reports on 
its activities to the President and the Congress at such times 
as the Commission considers appropriate, except that at least 
one such report shall be so submitted within one year after the 
date of the enactment of this Act. The Commission shall submit 
its final report on its activities to the President and the Congress 
within two years after such date of enactment. The Commission 
shall cease to exist sixty days after the date of the submission 
of its final report. 


ADMINISTRATIVE SERVICES 


SEC. 308. The General Services Administration shall provide 
administrative services for the Commission on a reimbursable 
basis. 


AUTHORIZATION OF APPROPRIATIONS 


SEC. 309. There is authorized to be appropriated $250,000 
to carry out this title. 


EFFECTIVE DATE 
SEC. 310. This title shall take effect on January 21, 1985. 
TITLE IV- MISCELLANEOUS PROVISIONS 
INTERNATIONAL STAGE 


SEC. 401. (a) Section 361(d) of title 35, United States Code, 
is amended in the first sentence by inserting “or within one 
month after the date of such filing” after “application”. 

(b) Section 366 of title 35, United States Code, is amended- 

(1) in the first sentence- 

(A) by inserting “after the date of withdrawal,” after 

“effect”; and 

(B) by inserting before the period the following: “, unless 

a claim for the benefit of a prior filing date under ‘section 

365(c) of this part was made in a national application, or an 

international application designating the United States, filed 

before the date of such withdrawal”; and 
Q) in the second sentence by inserting “withdrawn” after 
“suc Pe. 


NATIONAL STAGE 


SEC. 402. (a) Section 371(a) of title 35, United States Code, 
is amended- 
(1) by striking out “is” and inserting in lieu thereof “may be”; 
and 


(2) by striking out “, except those filed in the Patent Office”. 
(b) Section 371(b) of title 35, United States Code, is amended 
to read as follows: 
“(b) Pa ne cn to subsection (f) of this section, the national stage 
shall commence with the expiration of the applicable time limit 

under article 22(1) or (2) of the 

(c) Section 371(c)(2) of title 35, United States Code, is 
amended- 


(1) by striking out “received from” and inserting in lieu thereof 
“communicated by”; and 

(2) by striking out “verified” before “translation”. 

(d) Section 371(d) of title 35, United States Code, is amended 

to read as follows: 
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“(d) The requirements with respect to the national fee referred 
to in subsection (c)(1), the translation referred to in subsection 
(c)(2), and the oath or declaration referred to in subsection 
(c)(4) of this section shall be complied with by the date of the 
commencement of the national stage or by such later time as 
may be fixed by the Commissioner. The copy of the interna- 
tional application referred to in subsection (c)(2) shall be sub- 
mitted by the date of the commencement of the national stage. 
Failure to comply with these requirements shall be regarded 
as abandonment of the application by the parties thereof, unless 
it be shown to the satisfaction of the Commissioner that such 
failure to comply was unavoidable. The payment of a surcharge 
may be required as a condition of accepting the national fee 
referred to in subsection (c)(1) or the oath or declaration referred 
to in subsection (c)(4) of this section if these requirements are 
not met by the date of the commencement of the national stage. 
The requirements of subsection (c)(3) of this section shall be 
complied with by the date of the commencement of the national 
stage, and failure to do so shall be regarded as a cancellation 
of the amendments to the claims in the international application 
made under article 19 of the treaty.”. 

(e) Section 372(b) of title 35, United States Code, is amended- 
(1) by striking out the period at the end of paragraph (2) and 

inserting in lieu thereof “; and”; and 
(2) by adding at the end thereof the following: 


“(3) the Commissioner may require a verification of the transla- 
tion of the international application or any other document 
pertaining to the application if the application or other document 
was filed in a language other than English.”. 


guag 
(f) Section 372 of title 35, United States Code, is amended by 
striking out subsection (c). 
(g) Section 376(a) of title 35, United States Code, is amended 
by striking out paragraph (5) and redesignating paragraph (6) 
as paragraph (5). 


TECHNICAL AMENDMENTS 


SEC. 403. (a) Title 35, United States Code, is amended by 
striking out “Patent Office” each place it appears and inserting 
in lieu thereof “Patent and Trademark Office 

(b) The table of parts at the beginning of title 35, United States 
Code, is amended by adding at the end thereof the following: 


“TV. Patent Cooperation Treaty 
PATENT FEES 


SEC. 404. (a) Notwithstanding section 41 of title 35, United 
States Code, as in effect before the enactment of Public Law 
97 247 (96 Stat. 317), no fee shall be collected for maintaining 
a plant patent in force. 

(b) Notwithstanding section 41(c) of title 35, United States 
Code, as in effect before the enactment of Public Law 97-247 
(96 Stat. 317), the Commissioner of Patents and Trademarks 
may accept, after the six-month grace period referred to in such 
section 41(c), the payment of any maintenance fee due on any 
patent based on an application filed in the Patent and Trademark 
Office on or after December 12, 1980, and before August 27, 
1982, to the same extent as in the case of patents based on 
applications filed in the Patent and Trademark Office on or 
after August 27, 1982. 


TRADEMARK TRIAL AND APPEAL BOARD 


SEC. 405. Section 3 of title 35, United States Code, is amended 
by adding at the end thereof the following: 


“(e) The members of the Trademark Trial and Appeal Board 
of the Patent and Trademark Office shall each be paid at a rate 
not to exceed the maximum rate of basic pay payable for GS- 
16 of the General Schedule under section 5332 of title 5.” 


EFFECTIVE DATE 


SEC. 406. (a) Section 404 of this Act and the amendments 
made by section 403 of this Act shall take effect on the date 
of the enactment of this Act. 
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(b) The amendments made by sections 401, 402, and of this 
Act shall take effect six months after the date of the enactment 
of this Act. 


[1050 OG 316] 


(112) Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 


[Docket No: 950620162-6014-02] 
RIN 0651-AA75 


Miscellaneous Changes in Patent Practice 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (Office) is 
pe ae the rules of practice in patent cases to implement a 
number of miscellaneous changes proposed in the rulemaking 
entitled “Changes to Implement 18-Month Publication of Patent 
Applications” (Notice of Proposed Rulemaking), published in 
the Federal Register at 60 FR 42352 (August 15, 1995), and 
in the Patent and Trademark Office Official Gazette 1177 Off. 
Gaz. Pat. Office 61 (August 15, 1995), that are not directly 
related to the 18-month publication of patent applications. 
While the proposed rule changes in the Notice of Proposed 
Rulemaking were designed primarily to implement the changes 
in practice related to the publication of patent applications 
provided for in H.R. 1733, these miscellaneous proposed 
changes clarify current rules of practice, without regard to the 
publication of patent applications. 

Effective Date: September 23, 1996. 

Sections 1.52(a) and (b), 1.58, 1.72(b), 1.75(g), (h) and (i), 
1.77, 1.84(c), (f), (g) and (x), 1.96, 1.154, and 1.163 of 37 
CFR apply to applications filed on or after September 23, 1996. 
For Further Information Contact: Stephen G. Kunin by tele- 
phone at (703) 305-8850, by facsimile at (703) 305-8825, by 
electronic mail at rbahr@uspto.gov, or Jeffrey V. Nase by 
telephone at (703) 305-9285, or by mail marked to the attention 
of Stephen G. Kunin, addressed to the Assistant Commissioner 
for Patents, Washington, D.C. 20231. For copies of the forms 
discussed in this final rule package, contact the Customer Ser- 
bn gl of the Office of Initial Patent Examination at (703) 
308-1214. 


Supplementary Information 


This final rule package is designed to implement the miscella- 
neous changes set forth in the proposed rulemaking entitled 
“Changes to Implement 18-Month Publication of Patent Appli- 
cations” (Notice of Proposed Rulemaking) that are not directly 
related to 18-month publication of patent applications and that 
are considered desirable even in the absence of an 18-month 
publication system. 

The Notice of Proposed Rulemaking indicated that, in addi- 
tion to implementing the 18-month publication of patent appli- 
cations, the Office also to: (1) clarify which 
applications claiming the benefit of prior applications, or which 
prior applications for which a benefit is claimed in a later 
application, will be preserved in confidence; (2) amend the 
rules pertaining to the format and standards for application 
papers and drawings to improve the standardization of patent 
applications; (3) provide for those instances in which inventions 
of a application or patent under reexamination and 
inventions of a patent held by a single party are not identical, but 
not patentably distinct; (4) clarify the practice for the delivery 
or mailing of patents; (5) expedite the entry of international 
applications into the national stage; and (6) amend a number 
of rules for consistency and clarity. The Notice of Proposed 
Rulemaking stated that these proposed rule changes may be 
adopted as final rules even in the absence of an 18-month 
publication system, and advised interested to comment 
on any proposed rule change, regardless of whether H.R. 1733 


is enacted. 

To avoid delays in the implementation of rule changes con- 
sidered desirable even in the absence of an 18-month publica- 
tion system, this final rule package provides for changes to 37 
CFR §§ 1.12(c), 1.14, 1.52(a) and (b), 1.54, 1.58, 1.62(e) and 
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(f), 1. Tae), 1 75), 1 “4 1.78(a) and (c), 1.84(c), (f), (g) and 
(x), 1.96, 1.97, 1.107, 1.110, 1.131, 1.132, 1.154, 1.163, 1.291, 
1.292, 1.315, 1.321 and 1.497, and adds new §§ 1.5(f), 1 75(h) 
and (i), and 1.130, all of which are based upon the changes 
proposed in the Notice of Proposed Rulemaking. 


Implementation of 18-month publication held in abeyance 
pending Congressional action on H.R. 1733 


The Notice of Rulemaking also changes 
to 37 CFR §§ 1.4, 1.5(a), 1.9, 1.11, 1. t2(a) and (b), 1.13, 1. 16, 
1.17, 1.18, 1.19, 1.20, 1.24, 1.51, 1.52(d), 1.53, 1.55, 1.60, 
1.78(a), 1.84(j), 1.85, 1.98, 1.108, 1.136, 1.138, 1.492, 1.494, 
1.495, 1.701, 1.808, 3.31, 5.1, new §§ 1.5(g), 1.306 through 
1.308 and 5.9, and further changes to §§ 1.14, 1.54, 1.62, 
1.107, 1.131, 1.132, 1.291 and 1.292 to implement the 18- 
month publication of patent applications as contained in H.R. 
1733 and provide procedures for the treatment of national secu- 
rity classified applications. The adoption of changes to these 
= is held in abeyance pending Congressional action on H.R. 
1733. 

The proposed rule changes in the Notice of Proposed Rulem- 
aking to provide new procedures for the treatment of national 
security classified applications are also being held in abeyance. 
These proposed rule changes are separable from the implemen- 
tation of 18-month publication; however, they are sufficiently 
related to the implementation of 18-month publication that they 
are also being held in abeyance pending Congressional action 
on H.R. 1733. 

In the event that H.R. 1733 is gee a final rule package 
to implement this legislation will be published. Final rules to 
implement 18-month publication of patent applications based 
upon the Notice of Proposed Rulemaking and the comments 
received in response to the Notice of Proposed Rulemaking 
may be adopted without either an additional public hearing or 
an additional proposal being published for comment. 


Implementation of the miscellaneous changes proposed in 
the Notice of Proposed Rulemaking 


The following paragraphs of this section include: (1) a discus- 
sion of the rules being added or amended in this final rule 
package, (2) the reasons for those additions and amendments, 
and (3) an analysis of the comments received in response to 
the Notice of Proposed Rulemaking. 


Changes to proposed rules: These final rules contain a number 
of changes to the text of the rules as proposed for comment. 
The significant changes are discussed below. Familiarity with 
the Notice of Proposed Rulemaking is assumed. 

Sections 1.14(a) and (b) have been re-written for clarity. 
Section 1.14(a)(1) provides that patent applications are gener- 
ally preserved in confidence. Section 1.14(a)(2) sets forth the 
circumstances under which status information concerning an 
application may be supplied, and § 1.14(a)(3) sets forth the 
circumstances under which access to, or copies of, an applica- 
tion may be provided. Section 1.14(b) provides that abandoned 
applications may be destroyed after 20 years from their filing 
date. The reference to paragraph (b) in § 1.14(e) has been 
deleted for consistency with the changes to paragraphs (a) and 
(b) of § 1.14. 

Section 1.52(a) is being changed to provide that all papers 
which are to become a part of the nt records of the 
Patent and Trademark Office must be legibly “written either 
by a typewriter or mechanical printer in permanent dark ink 
or its equivalent,” rather than “typed in permanent dark ink.” 
This change will permit the filing of papers printed by any 
computer operated printer, such as a laser printer which uses 
toner rather than ink, and will avoid a conflict between § 1.52(a) 
and Patent Cooperation Treaty (PCT) Rule 11.9. The phrase 
“when required by the Office” was also added to § 1.52(a). 

Section 1.52(b) is being changed to provide that: (1) the 
application papers must be plainly written with each page 
printed on only one side of a sheet of paper, with the claim 
or claims commencing on a separate sheet and the abstract 
commencing on a separate sheet; (2) the lines of the specifica- 
tion, and any amendments to the specification, must be 1 1/2 or 
double spaced; and (3) the pages of the specification including 
claims and must be numbered consecutively, starting 
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with 1, the numbers being centrally located above or preferably, 
below, the text. This change will clarify: (1) the separate sheet 
requirement for both the claims and abstract, (2) that the lines 
of the papers not comprising the specification and amendments 
thereto need not be | 1/2 or double spaced, and (3) that the 
specification, and not the transmittal sheets or other forms, 
must be numbered. 

Section 1.58 is being changed to provide that chemical and 
mathematical formulae and tables must be presented in compli- 
ance with §§ 1.52(a) and (b), except that chemical and mathe- 
matical formulae or tables may be placed in a landscape 
orientation if they cannot be presented satisfactorily in a portrait 
orientation. This replaces the requirement that “[t]o facilitate 
camera copying when printing, the width of formulas and tables 
as presented should be limited normally to 12.7 cm. (5 ae 
so that it may <p Rae ee § eam 
However, yr din and mathematical formulae and tables pou 
still otherwise comply with §§ 1.52(a) and (b). This change 
will avoid a conflict between § 1.58 and PCT Rule 11.10(d). 
Section 1.58 is also being changed to require “0.21 cm.” rather 
than “2.1 mm.” to ensure consistency. 

Section 1.72 is being changed to provide that the abstract 
must commence on a separate sheet, preferably fol!owing the 
claims. This change will avoid renumbering pages of a specifi- 
cation submitted in the arrangement set forth in § 1.77 when 
filing the application as an international application. 

Section 1.75(h) is being changed to provide that the claim 
or claims must commence on a separate sheet. This change will 
clarify that § 1.75 requires that the claim or claims commence or 
begin on a separate sheet, rather than requiring that all of the 
claims must be on a single separate sheet or that each claim 
must be on a separate sheet. 

Section 1.77 is being changed to position the abstract as 
element “(12)” following the claims, rather than element “(3)” 
prior to the first page of the specification to conform to § 1.72. 

Section 1.78(a)(2) is being changed to replace the reference 
to § 1.14(b) with a reference to § 1.14(a). 

Section 1.78(c) is being changed to replace the phrase 
“[wJhere an application or a patent under reexamination and 
an application or a patent” with the phrase “[wJhere an applica- 
tion or a patent under reexamination and at least one other 
application,” since conflicting claims between an application 
or a patent under reexamination and a patent will be provided 
for in new § 1.130. Section 1.78(c) is also being changed to 
delete the sentence “[iJn addition to making said statement, the 
assignee may also explain why an interference should or should 
not be declared,” since the Office will not, unless good cause 
is shown, declare or continue an interference when the applica- 
tion(s) and patent are owned by a single party. 

Section 1.78(d) is removed. The provisions of § 1.78(d), as 
proposed, are in new § 1.130(b), since § 1.130 provides for 
conflicting claims between an application or a patent under 
reexamination and a patent. 

Section 1.84(x) is being changed from “[nJjo holes should 
be provided in the drawings sheets” to “[nJo holes should be 
made by the applicant in the drawing sheets” to clarify that 
the application papers, including drawings, should be submitted 
by the applicant without holes provided therein, but that the 
Office will drill holes through the application papers during 
the pre-examination processing of the application. 

Section 1.96(b) is being changed to provide that a listing 
submitted as part of the specification “must be direct printouts 
(i.e., not copies) from the computer’s printer” for clarity. 

Section 1.96(c) is being changed to substitute a reference to 
36 CFR Part 1230 (Micrographics) for the enumerated Amer- 
ican National Standards Institute (ANSI) and National Micro- 
graphics Association (NMA) standards. As 36 CFR Part 1230 
sets forth the micrographic requirements for government 
records, it is appropriate to reference this provision, rather than 
promulgate separate standards for micrographics employed in 
patent applications. 

Section 1.97 is being changed to delete any reference to a 
reexamination ing or a patent owner. The submission 
of an information disclosure statement during a reexamination 
proceeding is governed by § 1.555(a). 

Section 1.97(a) is being changed from “[iJn order for an 
applicant for patent or for reissue of a patent to have information 
considered by the Office during the pendency of a patent appli- 
cation, an information disclosure statement in compliance with 
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§ 1.98 should be filed in accordance with this section” to “[iJn 
order for an applicant for a patent or for a reissue of a patent 
to have an information disclosure statement in compliance with 
§ 1.98 considered by the Office during the pendency of the 
application, it must satisfy paragraph (b), (c), or (d) of this 
section” for clarity. Sections 1.97(c) and (d) are also being 
changed to clarify the conditions in § 1.97(c) under which a 
certification as specified in § 1.97(e) or the fee set forth in § 
1.17(p) is required, and the conditions in § 1.97(d) under which 
a certification as specified in § 1.97(e), a petition, and the 
petition fee set forth in § 1.17(i) are required. 

Section 1.110 is amended to change the reference to § 1.78(d) 
to a reference to § 1.130 for consistency. 

The proposed addition of a new § 1.131(a)(3) is being with- 
drawn in this final rule package. This change, as well 
as the provisions of former § 1.78(d), has been re-written as 
a new § 1.130. New § 1.130(a) will provide a procedure for 
the disqualification of a commonly owned patent claiming a 
patentably indistinct but not identical invention. New § 1.130(b) 
will include the provisions of former § 1.78(d). 

Section 1.131(a) is being changed to replace the phrase “U.S. 
patent to another” with “U.S. patent to another or others.” 
Section 1.154(a)(7) is being changed to add “[fleature” prior 
to “[djescription,” and § 1.154(a)(8) is being changed to add 
“a single” prior to “claim.” 

Section 1.163 is being changed to position the abstract as 
element “(11)” following the claims, rather than element “(3)” 
prior to the first page of the specification. This change will 
parallel the change to § 1.77. In addition, § 1.163(c)(10) is 
being changed to add “a single” prior to “claim.” 

Section 1.497(b)(2) is being changed to provide that “[i]f 
the person making the oath or declaration is not the inventor, 
the oath or declaration shall state the relationship of the person 
to the inventor, the facts required by §§ 1.42, 1.43 or 1.47, 
and, upon information and belief, the facts which the inventor 
would have been required to state“ to better set forth the require- 
ments of an oath or declaration by a person who is not the 
inventor. Section 1.497(c) is being changed to delete the initial 
phrase “[t]he oath or declaration must comply with the require- 
ments of § 1.63; however,” since it is unnecessary. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Part 1 is amended 
as follows: 

Section 1.5(f) is added to provide that a paper concerning 
a provisional application must identify the application as such 
and by the application number. 

Section 1.12 is amended to revise h (c) to read 
“preserved in confidence under § 1.14” for consistency with 
§ 1.14. 

Section 1.14 is amended to revise the title and paragraphs 
(a) and (e) to read “preserved in confidence” for consistency 
with the language in 35 U.S.C. 122. 

Section 1.14(a) is amended to add a paragraph (a)(1) to 
provide that patent applications are generally preserved in con- 
fidence pursuant to 35 U.S.C. 122, and that no information 
will be given concerning the filing, pendency, or subject matter 
of any application for patent, and no access will be given to, 
or copies furnished of, any application or papers relating thereto, 
except as set forth in § 1.14. 

Section 1.14(a) is also amended to add a paragraph (a)(2) 
to provide that status may be supplied: (1) concerning an appli- 
cation or any application claiming the benefit of the filing date 
of the application, if the application has been identified by 
application number or serial number and filing date in a pub- 
lished patent document; (2) concerning the national stage appli- 
cation or any application claiming the benefit of the filing date 
of a published international application, if the United States 
of America has been indicated as a Designated State in the 
international application; or (3) when it has been determined 
by the Commissioner to be for the proper conduct 
of business before the Office. Status information includes infor- 
mation such as whether the application is pending, abandoned, 
or patented, as well as the application number and filing date. 
The inclusion of applications claiming the benefit of the filing 
date of applications so identified is to avoid misleading the 
public in instances in which the application identified as set 
forth in § 1.14(a)(2) is abandoned, but an application claim:-° 
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the benefit of the filing date of the identified application (e.g., 
a continuing application) is pending. 

Section 1.14(a) is also amended to add a new paragraph 
(a)(3) to provide that access to, or copies of, an application 
may be provided: (1) when the application is open to the public 
as provided in § 1.11(b); (2) when written authority in that 
application from the applicant, the assignee of the application, 
or the attorney or agent of record has been granted; (3) when 
it has been determined by the Commissioner to be necessary 
for the proper conduct of business before the Office, or (4) to 
any person on written request, without notice to the applicant, 
when the application is abandoned and available and is: (a) 
referred to in a U.S. patent, (b) referred to in an application 
open to public inspection, (c) an application which claims 
the benefit of the filing date of an application open to public 
inspection, or (d) an application in which the applicant has 
filed an authorization to lay open the complete application to 
the public. 

Section 1.14(b) is amended to provide that complete applica- 
tions (§ 1.51(a)) which are abandoned may be destroyed and 
hence may not be available for access or copies as permitted 
by paragraph (a)(3)(iv) of this section after 20 years from their 
filing date, except those to which particular attention has been 
called and which have been marked for preservation. The sen- 
tence in § 1.14(b) concerning the non-return of abandoned 
applications is deleted as duplicative of the provision in § 1.59, 
which provides that papers in an application which has received 
a filing date will not be returned, and is unrelated to the preser- 
vation of applications in confidence under § 1.14. 

Section 1.52(a) is amended to provide that all papers which 
are to become a part of the permanent records of the Office 
must be legibly written by a typewriter or mechanical printer 
in permanent dark ink or its equivalent in portrait orientation 
on flexible, strong, smooth, non-shiny, durable and white paper. 
Section 1.52(a) is further amended to provide that the applica- 
tion papers must be presented in a form having sufficient clarity 
and contrast between the paper and the writing thereon to permit 
electronic reproduction by use of digital imaging and optical 
character recognition, as well as the direct photocopy reproduc- 
tion currently provided for. Section 1.52(a) is further amended 


to provide that substitute typewritten or mechanically printed 
papers “will” be required if the original application papers are 
not of the required quality. As any substitute typewritten or 


mechanically printed papers containing the subject matter of the 
originally filed application papers would constitute a substitute 
specification, the provisions of § 1.125 governing the entry of 
a substitute specification would be applicable, and § 1.52(a) 
is amended to include a specific reference to § 1.125. 

Section 1.52(b) is amended to provide that the claim or 
claims must commence on a separate sheet and the abstract 
must commence on a separate sheet. Section 1.72(b) provides 
that the abstract must commence on a separate sheet, and § 
1.75(h) provides that the claim or claims must commence on 
a separate sheet. Section 1.52(b) is amended to provide that 
the sheets of paper must all be the same size and either 21.0 
cm. by 29.7 cm. (DIN size A4) or 21.6 cm. by 27.9 cm. (8 1/ 
2 by 11 inches), with a top margin of at least 2.0 cm. (3/4 
inch), a left side margin of at least 2.5 cm. (1 inch), a right 
side margin of at least 2.0 cm. (3/4 inch), and a bottom margin 
of at least 2.0 cm. (3/4 inch), and that no holes should be 
made in the submitted paper sheets. Section 1.52(b) is further 
amended to provide that the lines of the specification, and any 
amendments to the specification, “must” be 1 1/2 or double 
spaced, and that the pages of the specification “must” be num- 
bered consecutively, starting with page one, with the numbers 
being centrally located above or below the text. Finally, § 
1.52(b) is amended to specifically reference drawings to clarify 
that drawings are part of the application papers, but that the 
standards for drawings are set forth in § 1.84. 

The changes to §§ 1.52(a) and (b), 1.58, 1.72(b), 
1.75(g), (h), and (i), 1.77, 1.84(c), (f), (g), and (x), 1.96, 1.154, 
and 1.163 pertaining to the format and standards for application 
papers and drawings in the Notice of Rulemaking 
are considered desirable, regardless of whether H.R. 1733 is 
enacted. 

While the vast majority of applications currently comply 
with §§ 1.52(a) and (b), 1.58, 1.72(b), 1.75(h), 1.84(c), (f), (g), 
and (x), and 1.96 as adopted in this final rule, those applications 
which do not comply with §§ 1.52(a) and (b), 1.58, 1.84(c), 
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(f), (g), and (x), and 1.96 as adopted in this final rule (e.g., 
applications containing hand-written ) create an inordi- 
nate administrative burden on the Office during the initial pro- 
cessing, examination, and publishing of the application as a 
patent. In addition, the Office plans to replace or augment the 
current microfilming with electronic data capture of at 
least the technical content (i.e., the specification, abstract, 
claims and drawings) of the application-as-filed for internal 
Office use, regardless of whether H.R. 1733 is enacted. There- 
fore, the Office will no longer permit these relatively few 
applicants to submit application papers and drawings that do 
not meet the standards set forth in §§ 1.52(a) and (b), 1.58, 
1.84(c), (f), (g), and (x), and 1.96 as adopted in this final rule. 

The application format set forth in §§ 1.75(g) and (i), 1.77, 
1.154, and 1.163 as adopted in this final rule merely expresses 
the Office’s preferences for format of utility, design and plant 
applications. They do not set forth mandatory requirements for 
application papers and drawings. 

Section 1.54(b) is amended to change “application serial 
number” to “application number” for consistency with § 1.5(a). 

Section 1.58(b) is removed and is reserved as unnecessary 
in view of the amendments to §§ 1.52(a) and (b). 

Section 1.58(c) is amended to provide that chemical and 
mathematical formulae and tables must be presented in compli- 
ance with §§ 1.52(a) and (b), except that chemical and mathe- 
matical formulae or tables may be placed in a landscape 
orientation if they cannot be presented satisfactorily in a portrait 
orientation. Section 1.58(c) is further amended to delete the 
following sentences to conform to the writing and paper size 
and orientation limitations in §§ 1.52(a) and (b): (1) “[t]o 
facilitate camera copying when printing, the width of formulas 
and tables as presented should be limited normally to 12.7 cm. 
(5 inches) so that it may appear as a single column in the 
printed patent”; (2) “[iJf it is not possible to limit the width of 
a formula or table to 5 inches (12.7 cm.), it is permissible to 
present the formula or table with a maximum width of 10 3/ 
4 inches (27.3 cm.) and to place it sideways on the sheet”; and 
(3) “[hjand lettering must be neat, clean, and have a minimum 
character height of 0.08 inch (2.1 mm.).” Section 1.58(c) is 
further amended to insert “chosen” between “must be” and 
“from a block (nonscript) type font.” Section 1.58(c) is further 
amended to provide metric dimensions with English equivalents 
in parentheticals, rather than vice versa. 

Section 1.62(e) is amended to change “application serial 
number” to “application number” for consistency with § 1.5(a). 

Section 1.62(f) is amended to change “secrecy” to “confi- 
dence” as is found in 35 U.S.C. 122 and § 1.14, and change 
“37 CFR 1.14” to “§ 1.14” for consistency. 

Section 1.72(b) is amended to provide that the abstract must 
“commence,” rather than “be set forth,” on a separate sheet. 
This change will conform the “separate sheet” requirement for 
the abstract with that for the claims. 

Section 1.75 is amended to include an amendment to para- 
graph (g), and would add two new paragraphs. Section 1.75(g) 
is amended to add the phrase “[t]he least restrictive claim 
should be presented as claim number 1” to the beginning of 
the paragraph. Section 1.75(h) is added to provide that the 
claim or claims must commence on a separate sheet. Section 
1.75(i) is added to provide that where a claim sets forth a 
plurality of elements or steps, each element or step of the claim 
should be by a line indentation. 

Section 1.77 is amended to provide that the elements of the 
application, if applicable, should appear in the following order: 
(1) Utility Application Transmittal Form; (2) Fee Transmittal 
Form; (3) title of the invention; or an introductory portion 
stating the name, citizenship, and residence of the applicant, 
and the title of the invention; (4) cross-reference to related 
applications; (5) statement regarding federally sponsored 
research or development; (6) reference to a “Microfiche 
appendix; (7) background of the invention; (8), brief summary 
of the invention; (9) brief description of the several views of 
the drawing; (10) detailed description of the invention; (11) 
claim or claims; (12) abstract of the disclosure; (13) drawings; 
(14) executed oath or declaration; and (15) sequence listing. 
The phrase “if applicable” is inserted in the heading, rather 
than associated with any particular listed element, to clarify 
that § 1.77 does not per se require that an application include 
all of the listed elements, but merely provides that any listed 
element included in the application should appear in the order 
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set forth in § 1.77. Section 1.77 is further amended to provide 
that the (1) title of the invention; (2) cross-reference to related 
applications; (3) statement regarding federally sponsored 
research or development; (4) background of the invention; (5) 
brief summary of the invention; (6) brief description of the 
several views of the drawing; (7) detailed description of the 
invention; (8) claim or claims; (9) abstract of the disclosure; 
and (10) sequence listing, should appear in upper case, without 
underlining or bold type, as section headings, and if no text 
follows the section heading, the phrase “Not Applicable” should 
follow the section heading. Finally, § 1.77 is amended to change 
the reference to § 1.96(b) in § 1.77(a)(6) to § 1.96(c) for 
consistency with § 1.96. 

Section 1.78(a)(2) is amended to replace the reference to § 
1.14(b) with a reference to § 1.14(a) for consistency with §§ 
1.14(a) and (b) as amended. 

Section 1.78(c) is amended to change “two or more applica- 
tions, or an application and a patent” to “an application or a 
patent under reexamination and at least one other application” 
such that the provisions of § 1.78(c) will also be applicable to 
a patent under reexamination. Section 1.78(c) is also amended 
to correct “inventors and owned by the same party contain 
conflicting claims” to read “inventors are owned by the same 
party and contain conflicting claims.” Section 1.78(c) is also 
amended to delete the sentence “[iJn addition to making said 
statement, the assignee may also explain why an interference 
should or should not be declared.” 

Section 1.78(d) is removed. The provisions of former § 
1.78(d), as proposed, are in new § 1.130(b). 

Section 1.84(c) is amended to provide that a reference to 
the application number, or, if an application number has not 
been assi; the inventor’s name, may be included in the 
left-hand corner of the drawing sheet, provided that reference 
appears within 1.5 cm. (9/16 inch) from the top of the sheet. 

Section 1.84(f) is amended to provide that the size of all 
drawing sheets in an application must be either 21.0 cm. by 
29.7 cm. (DIN size A4) or 21.6 cm. by 27.9 cm. (8 1/2 by 11 
inches) to conform to the requirement in § 1.52(b) concerning 
papers in an application. 

Section 1.84(g) is amended to delete the margin requirements 
for the sheet sizes that are no longer acceptable in view of the 
changes to § 1.84(f). Section 1.84(g) is further amended to 
provide that the sheets should have scan targets (cross-hairs) on 
two catercorner margin corners. Finally, § 1.84(g) is amended to 
increase the bottom and side margins such that each sheet must 
include a top margin of at least 2.5 cm. (1 inch), a left side 
margin of at least 2.5 cm. (1 inch), a right side margin of at 
least 1.5 cm. (9/16 inch), and a bottom margin of at least 1.0 
cm. (3/8 inch), thereby leaving a sight no greater than 17.0 
cm. by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size A4) drawing 
sheets, and a sight no greater than 17.6 cm. by 24.4 cm. (6 15/ 
16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) 
drawing sheets. 

Section 1.84(x) is amended to delete the provisions indicating 
the proper location for holes in a drawing sheet, and provide 
that no holes should be provided in the drawing sheets. 

Section 1.96 is amended to designate the text preceding 
current paragraph (a) as paragraph (a) “General,” and would 
redesignate current paragraphs (a) and (b) as paragraphs (b) 
and (c), respectively. New § 1.96(a) is further amended to insert 
a period between “specification” and “[a] computer,” to change 
“these rules” to “this section,” and to change “may be submitted 
in patent applications in the following forms” to “may be sub- 
mitted in patent applications as set forth in paragraphs (b) and 
(c) of this section.” 

New § 1.96(b) is further amended to: (1) change the sentences 
“[t]he listing may be submitted as part of the specification in 
the form of computer printout sheets (commonly 14 by 11 
inches in size) for use as ’camera ready copy’ when a patent 
is subsequently printed“ and “[s]uch computer printout sheets 
must be original copies from the computer with dark solid 
black letters not less than 0.21 cm. high, on white, unshaded 
and unlined paper, the printing on each sheet must be limited 
to an area 9 inches high by 13 inches wide, and the sheets 
should be submitted in a protective cover” to “[aJny listing 
submitted as part of the specification must be direct printouts 
(i.e., not copies) from the computer’s printer with dark solid 
black letters not less than 0.21 cm. high, on white, unshaded 
and unlined paper, and the sheets should be submitted in a 
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protective cover”; (2) delete the sentence “[w]hen printed in 
patents, such computer printout sheets will at the end 
of the description but before the claims and will usually be 
reduced about 1/2 in size with two printout sheets being printed 
as one patent specification page”; and (3) delete the phrase “if 
the copy is to be used for camera ready copy.” New § 1.96(b)(1) 


provides that the requirements of § 1.84 apply to computer 
program listings submitted as sheets of drawings, and new § 
1.96(b)(2) provides that the requirements of § 1.52 apply to 


computer program listings submitted as part of the specification. 
1 New §1 .96(c) i is amended to: (1) change the references to 
§ 1.77(c)(2) in § 1.96(c) to § 1.77(a)(6) for consistency with 
§ 1.77; (2) change “may” and “should” to “must”; (3) delete 
the sentence “[ajll computer program listings submitted on 
paper will be printed as part of the patent”; (4) relocate the 

“except as modified or clarified below” in subsection 
(c)(2); (5) change the phrase “computer-generated information 
submitted as an appendix to an application for patent shall be 
in the form of microfiche in accordance with the standards” 
to “computer-generated information submitted as a ‘microfiche 
appendix’ to an application shall be in accordance with the 
standards” for clarity; (6) change the references to the specific 
American National Standards Institute (ANSD or National 
Micrographics Association (NMA) standards with 36 CFR Part 
1230; (7) change “serial number” to “application number”; 
and (8) provide metric dimensions with English equivalents in 
parentheticals, rather than vice versa. 

Section 1.97(a) is amended to include the phrase “for an 
applicant for patent or for reissue of a patent.” Paragraphs 
(a)}-(d) are amended to include the phrase “by the applicant” 
to clarify that § 1.97 is not available for any third party seeking 
to have information considered in a pending application. Any 
third party seeking to have information considered in a pending 
application must proceed under §§ 1.291 or 1.292. As discussed 
supra, §§ 1.97(a), (c) and (d) are also being amended for 
clarity. Section 1.97(c) is further amended to correct the phrase 
“certification as specified in paragraph (3) of this section” to 
read “certification as specified in paragraph (e) of this section.” 

Section 1.107 is amended to delete the phrase “and the classes 
of inventions.” 

Section 1.110 is amended to change the reference to § 1.78(d) 
to a reference to § 1.130 for consistency with the removal of 
§ 1.78(d), and the location of the provisions of former § 1.78(d) 
in § 1.120(b). 

A new paragraph (a)(3) in § 1.131 was proposed in the 
Notice of Proposed Rulemaking to permit a showing of prior 
invention in a pending application or patent under reexamina- 
tion to avoid a rejection under 35 U.S.C. 103 based upon a 
patent which qualifies as prior art only under 35 U.S.C. 102(a) 
or (e), where the application or patent under reexamination and 
the patent upon which the rejection is based are both owned 
by a single party, so long as the invention claimed in the 
pending application or patent under reexamination and in the 
other patent are not identical as set forth in 35 U.S.C. 102. 
Upon further study, it is considered appropriate to disqualify 
such patents, and provide for the obviation of judicially created 
double patenting rejections in an application or a patent under 
reexamination by the filing of a terminal disclaimer in accor- 
dance with § 1.321(c), in a separate § 1.130. 

New § 1.130(a) provides that when any claim of an applica- 
tion or a patent under reexamination is rejected under 35 U.S.C. 
103 on a US. t to another or others which is not prior 
art under 35 U.S.C. 102(b), and the inventions defined by the 
claims in the application or patent under reexamination and by 
the claims in the patent are patentably indistinct but not identical 
as set forth in 35 U.S.C. 101, and the inventions are owned 
by the same party, the applicant or owner of the patent under 
reexamination may disqualify the patent as prior art. Section 
1.130(a) specifically provides that the patent can be disqualified 
as prior art by submission of: (1) a terminal disclaimer in 
accordance with § 1.321(c), and (2) an oath or declaration 
stating that the application or patent under reexamination and 
the patent are currently owned by the same party, and that the 
inventor named in the application or patent under reexamination 
is the prior inventor under 35 U.S.C. 104. 

Where inventions defined by the rejected claims in the appli- 
cation or a patent under reexamination and by the claims in 
the patent upon which the rejection is based are patentably 
distinct, the rejection may be overcome pursuant to § 1.131. 
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Since § 1.130 applies only when inventions defined by the 
claims in an application or a patent under reexamination and 
by the claims in the patent are patentably indistinct, § 1.130 
expressly provides that an oath or declaration submitted pur- 
suant to § 1.130 to disqualify a patent must be accompanied 
by a terminal disclaimer in accordance with § 1.321(c). 

As the conflict between two pending applications can be 
avoided by filing a continuation-in-part application merging 
the conflicting inventions into a single application, § 1.130 is 
limited to rejections based upon a patent. 

New § 1.130(b) includes the provisions of former a ——t 
as proposed in the Notice of Proposed Rulemakin; setae 
1.78(d) was proposed to be amended to change “ nn 
type double patenting rejection” to “non-statutory double pat- 
enting rejections” as current examining procedures authorize 
non-obviousness-type double patenting rejections, as well as 
obviousness-type double patenting rejections (See section 
804(II) of the Manual of Patent Examining Procedure (MPEP)), 
and either may be obviated by filing a terminal disclaimer in 
accordance with § 1.321(c). The phrase “non-statutory double 
patenting rejection,” however, is being replaced with “judicially 
created double patenting rejection” to better set forth the legal 
basis for the rejection. 

Section 1.78(d) was also proposed to be amended to change 
each instance of “application” to “application or a patent under 
reexamination” for consistency with § 1.321 and to clarify that 
double patenting is a proper consideration in reexamination 
(Ex parte Obiaya, 227 USPQ 58, 60-61 (Bd. Pat. App. & Inter. 
1985)), and that a judicially created double patenting rejection 
in a patent under reexamination may be obviated by filing a 
terminal disclaimer in accordance with § 1.321(c). 

New § 1.130(b) specifically provides that where an applica- 
tion or a patent under reexamination claims an invention which 
is not patentably distinct from an invention claimed in a com- 
monly owned patent with the same or a different inventive 
entity, a double patenting rejection will be made in the applica- 
tion or a patent under reexamination, and that a judicially 
created double patenting rejection may be obviated by filing 
a terminal disclaimer in accordance with § 1.321(c). 

Section 1.131 is amended to change “U.S. patent to another” 
to “U.S. patent to another or others” to parallel the language 
in 35 U.S.C. 102(a), as well as 35 U.S.C. 102(e). 

Section 1.132 is amended to change “domestic patent” to 
“U.S. patent,” and “does not claim the invention” to “does not 
claim the same patentable invention, as defined in § 1.601(n)” 
for consistency with § 1.131. 

Section 1.154 is amended to provide that the elements of a 
design application, if applicable, should appear in the following 
order: (1) Design Application Transmittal Form; (2) Fee Trans- 
mittal Form; (3) preamble, stating name of the applicant and 
title of the design; (4) cross-reference to related applications; 
(5) statement regarding federally sponsored research or devel- 
opment; (6) description of the figure or figures of the drawing; 
(7) feature description; (8) a single claim; (9) drawings or 
photographs; and (10) executed oath or declaration. The phrase 
“{t}he following order of arrangement should be observed in 
framing design specifications” is changed to “[t]he elements 
of the design application, if applicable, should appear in the 
following order” to clarify that § 1.154 does not per se require 
that an application include all of the listed elements, but merely 
provides that any listed element included in the application 
should in the order set forth in § 1.154. This amendment 
to § 1.154, however, does not modify the current requirement 
that an application for a design patent have but a single claim. 

A new § 1.163(c) is added to provide that the elements of 
a plant application, if applicable, should appear in the following 
order: (1) Plant Application Transmittal Form; (2) Fee Trans- 
mittal Form; (3) title of the invention; (4) cross-reference to 
related applications; (5) statement regarding federally spon- 
sored research or development; (6) background of the invention; 
(7) brief summary of the invention; (8) brief description of the 
drawing; (9) detailed botanical description; (10) a single claim; 
(11) abstract of the disclosure; (12) drawings (in duplicate); 
(13) executed oath or declaration; and (14) Plant Colon Coding 
Sheet. The phrase “if applicable” is included in the heading, 
rather than associated with any particular listed element, to 
clarify that § 1.163 does not per se require that an application 
include all of the listed elements, but merely provides that any 
listed element included in the application should appear in the 
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order set forth in § 1.163. This amendment to § 1.163, however, 
does not the current requirement that an application 
for a plant patent have but a single claim. 

A new § 1.163(d) is added to define a plant color coding 
sheet. A plant color coding sheet is a sheet that specifies a 
color coding system as designated in a color dictionary, and 
lists every plant structure to which color is a distinguishing 
feature and the corresponding color code which best represents 
that plant structure. The plant color coding sheet will provide 
a means for applicants to uniformly convey detailed color char- 
acteristics of the plant. Providing this information in a system- 
atic manner will facilitate the examination of the application. 

Section 1.291 is amended to provide that a protest must be 
filed prior to the mailing of a Notice of Allowance to be 
considered timely. As a protest cannot be considered subsequent 
to issuance of the application as a patent, § 1.291(b) is amended 
to provide that the protest will be considered if the application 
is still pending when the protest and application file are provided 
to the examiner (i.e., that the application was pending at the 
time the protest was filed would be immaterial to its ultimate 
consideration). Finally, the sentences “[p]rotests raising fraud 
or other inequitable conduct issues will be entered in the appli- 
cation file, generally without comment on those issues” and 
“[p]rotests which do not adequately identify a pending patent 
application will be disposed of and will not be considered by 
the Office” in § 1.291 are changed to “[p]rotests raising fraud 
or other inequitable conduct issues will be entered in the appli- 
cation file, generally without comment on those issues” and 
“[p]rotests which do not adequately identify a pending patent 
application will be returned to the protestor and will not be 
further considered by the Office,” respectively, and are located 
in paragraph (b). The Office will acknowledge protests prior 


to their entry into the application file or return to the protestor, 


as appropriate. 

Section 1.292 is amended to delete the phrase “is filed by 
one having information of the pendency of an application” as 
unnecessary, and would move the requirement for the fee set 
forth in § 1.17(j) from paragraph (a) to (b) where 
the conditions for entry of a petition for the institution of public 
use proceedings are set forth. Section 1.292 is amended to 
further require that any petition be served on the applicant in 
accordance with § 1.248, or be filed with the Office in duplicate 
in the event that service on the applicant is not possible. Finally, 
§ 1.292 is amended to provide that a petition to institute public 
use proceedings to be considered timely must be filed prior to 
the mailing of a Notice of Allowance. 

Section 1.315 is amended to change “the attorney or agent 

of record, if there be one; or if the attorney or agent so request, 
to the patentee or assignee of an interest therein; or, if there 
be no attorney or agent, to the patentee or to the assignee of 
the entire interest, if he so request“ to "the correspondence 
address of record. See § 1.33(a).” This change is to simplify 
§ 1.315, and because patents are currently mailed to the patentee 
at the correspondence address of record. 
Section 1.321(c) is amended to change "double patenting 
rejection” to “judicially created double patenting rejection” for 
consistency with § 1.78(c) and to clarify that the filing of a 
terminal disclaimer is ineffective to overcome a statutory double 
patenting rejection. 

Section 1.497(a) is amended to provide that an applicant in 
an international application must file an oath or declaration 
that: (1) is executed in accordance with either §§ 1.66 or 1.68, 
(2) identifies the specification to which it is directed, (3) identi- 
fies each inventor and the country of citizenship of each 
inventor, and (4) states that the person making the oath or 
declaration believes the named inventor or inventors to be the 
original and first inventor or inventors of the subject matter 
which is claimed and for which a patent is sought, rather than 
an oath or declaration in accordance with § 1.63, to enter the 
national stage pursuant to §§ 1.494 or 1.495. Currently, the 
failure to file an oath or declaration in strict compliance with 
§ 1.63 results in non-compliance with § 1.497, and thus 35 
U.S.C. 371, which in turn delays the entry of the international 
application into the national stage. To expedite the entry of 
international applications into the national stage, § 1.497(a) is 
amended to require only an oath or declaration that is properly 
es identifies the specification to which it is directed, 

and, as required by 35 U.S.C. 115, identifies each inventor and 
the country of citizenship of each inventor and states that the 
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person making the oath or declaration believes the named 
inventor or inventors to be the original and first inventor or 
inventors of the subject matter which is claimed and for which 
a patent is sought. 

Section 1.497(b) is subdivided into paragraphs (b)(1) and 
(b)(2). Section 1.497(b)(1) is amended to provide that the oath 
or declaration must be made by all of the actual inventors except 
as provided for in §§ 1.42, 1.43 or 1.47. Section 1.497(b)(2) is 
amended to change “[i]f the international application was made 
as provided in §§ 1.422, 1.423 or 1.425, the applicant shall state 
his or her relationship to the inventor and, upon information and 
belief, the facts which the inventor is required by § 1.63 to 
state” to “[i]f the person making the oath or declaration is not 
the inventor, the oath or declaration shall state the relationship 
of the person to the inventor, the facts required by §§ 1.42, 
1.43 or 1.47, and, upon information and belief, the facts which 
the inventor would have been required to state.” 

Section 1.497(c) is added to provide that the oath or declara- 
tion must comply with the requirements of § 1.63. Section 
1.497(c) further provides that in instances where the oath or 
declaration does not comply with § 1.63, but meets the require- 
ments of § 1.497(a) and (b), the oath or declaration will be 
accepted as complying with 35 U.S.C. 371(c)(4) and §§ 1.494(c) 
or 1.495(c), thus permitting the application to enter the national 
stage and the assignment of dates under 35 U.S.C. 102(e) and 
371(c). A supplemental oath or declaration in compliance with 
§ 1.63, however, will be required in accordance with § 1.67. 


Response to Comments 


Two hundred and forty-two written comments were received 
in response to the Notice of Rulemaking. A public 
hearing was held on September 19, 1995. Eight persons testified 
at the public hearing. 

The written comments, and the testimony at the public 
hearing, have been analyzed. In the event that H.R. 1733 is 
enacted, the comments directed to the proposed changes to the 
tules of practice to implement the 18-month publication of 
patent applications will be considered and addressed in the final 
rule package to implement 18-month publication. Responses to 
comments germane to the changes in this final rule package 

ollow. 


Comment (1): One comment suggested that, in the absence 
of an 18-month publication system, the proposed rules relating 
to application format and standardization of applications be 
republished to give the public an ity to comment on 
the desirability of these changes in the absence of an 18-month 
publication system. 

: The Notice of Proposed Rulemaking specifically 
stated that the proposed rules relating to application format and 
standardization of applications may be adopted as final rules 
even in the absence of an 18-month publication system, and 
specifically advised interested members of the public to com- 
ment on the advisability of the proposed rules relating to appli- 
cation format and standardization of applications, regardless 
of the legislative action on H.R. 1733. Thus, the public was 
given an opportunity to comment on the desirability of these 
changes in the absence of an 18-month publication system. 
Because the standardization of applications is generally favored 
and will substantially improve the Office’s ability to efficiently 
and effectively process applications, delaying their adoption as 
final rules is not justified. 

Comment (2): One comment stated that the Office has the 
authority to require that applications be submitted in computer- 
readable form, and in fact requires sequence listings to be 
submitted in such form. The comment suggested that the cost 
of electronically scanning application papers, as well as errors 

in scanning the application papers, can be avoided by requiring 
applicants to provide the specification in computer-readable 
form. Another comment stated that the Office has the authority 
to permit electronic filing, and electronic filing should be per- 
mitted. Several other comments indicated that scanning an 
application into a data base, rather than permitting applicants 
to provide a copy of the application on an electronic medium, 
is more costly, and is further more likely to introduce errors that 
could render text searching unreliable. And, several comments 
suggested that the scanning and typesetting costs associated 
with the current publication process for issued patents could 
Oe teliental py tis agengeuien of clestmnis aul ta gta of 
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or in addition to the paper medium currently provided for in 
the rules of practice. These comments further suggested that 
the Office should establish fees that reflect the reduced cost 
to the Office when a copy of an application is provided on an 
electronic medium (i.e., should establish reduced fees for those 
who submit a copy of their application on an electronic 
medium), which fee structure would provide an incentive to 
supply a copy of an application on an electronic medium. 
Response: As discussed in the Notice of Proposed Rulemaking, 
while the Office is considering the legislative and regulatory 
changes that would be necessary to permit purely electronic 
filing of application papers, it does not currently have in place 
an automated system for the acceptance and processing of 
application papers in electronic form, other than for sequence 
listings. Moreover, the Office does not currertly have the statu- 
tory authority to rebate statutory patent filing fees to reflect 
any reduced cost to the Office due to the submission of a copy 
of an application on an electronic medium. The Office will 
give the comments further consideration as it designs and 
develops the Patent Application Management (PAM) system. 
Comment (3): Several comments noted that §§ 1.52(a) and 
(b) impose a standard on applicants not currently observed by 
the Office, and questioned whether in the application 
file prepared by the Office will comply with §§ 1.52(a) and 


(b). 
Response: Sections 1.52(a) and (b) apply to the application 
. and amendments or corrections thereto. As such, §§ 
1.52(a) and (b) do not apply to those papers in the application 
file prepared by the Office, since they do not become part of 
the printed patent. 
Comment (4): One comment noted that proposed § 1.52 
appears to be neutral with regard to numbering the lines (e.g., 
a line number every five lines) of the specification, and sug- 
gested that line numbering is a beneficial practice which should 
be permitted, and even encouraged. 
Response: Section 1.52 neither requires nor prohibits line num- 
bering. Applicants are encouraged, but not required, to number 
the lines of the specification. The Office will give the suggestion 
further study and consideration in future rulemaking. 
Comment (5): One comment noted that when paragraphs are 


separated by a blank line only (i.e., no indentation) and end 
between pages, it is not possible to tell that a paragraph break 


occurred. The comment suggested that the application format 
requirements should additionally require an indentation at the 
beginning of each new paragraph. 
Resporse: It is desirable that a specification include an indenta- 
tion at the beginning of a new paragraph. This requirement, 
however, was not proposed for comment in the Notice of Pro- 
posed Rulemaking. In addition, PCT Rule 11 does not require 
that the beginning of each new paragraph in the specification 
be indented. 
Comment (©: One comment noted that § 1.52(a) would 
prohibit handwriting or hand-printing on papers which are to 
become permanent Office records. The comment questioned 
whether this requirement would also apply to papers issued in 
the Office. The comment suggested revising Office practice to 
prohibit an examiner from handwriting comments on official 
papers (e.g., advisory actions or interview summary ) 
because: (1) the handwriting is not always decipherable, and 
(2) the handwriting as it comes through on the carbon copies 
furnished to gal is frequently too light at least in part 
to be deci 

ke Office's goal is to create a readable administra- 
tive record of the prosecution of every application. The Office is 
currently designing, testing and implementing electronic forms 
and Office action writing software to avoid or minimize the 
need for hand-writing/printing in Office communications. Any 
applicant receiving an Office communication in which the hand- 
writing is not decipherable, or does not adequately appear on 
the carbon copies to be decipherable, should request a legible 
copy of such ge from the Office. 
Comment (7): Several comments noted that the limitations 
in §§ 1.52(a) and (b) regarding “typed” and “ink” appear to 
exclude computer and laser printers, as well as commercially or 
Ce a ge on Br Another 
comment noted that the limitations in §§ 1.52(a) and (b) 


regarding and “ink” are more restrictive than PCT Rule 
11.9(a) and (d). 
Response: The phrase “printed” was proposed to be deleted 
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since it could be read to mean that hand-printing is acceptable. 
Section 1.52(a) will require, in part, that “[aJll papers which 
are to become a of the permanent records of the Patent 
and Trademark Office must be legibly written either by a type- 
writer or mechanical printer in permanent dark ink or its equiva- 
lent in portrait orientation on flexible, strong, smooth, non- 
shiny, durable, and white paper.” This will clarify that papers 
printed by a computer-operated laser, or any mechanical printer 
are acceptable, but that hand-printed papers are not. This change 
wil! also avoid inconsistencies with the requirements of PCT 
Rule 11.9. 

Comment (8): One comment noted that the proposed changes 
to § 1.52(a) did not include any limitations regarding permis- 
sible type fonts. The comment questioned, since the purpose 
of the proposed rule change was to permit optical character 
recognition (OCR) scanning of the application papers, whether 
script fonts would be permissible. 

Response: Section 1.52(a) does not include any express prohi- 
bition against the use of script fonts. Nevertheless, § 1.52(a) 
requires that “the application papers must be presented in a 
form having sufficient clarity and contrast between the paper 
and the writing thereon to permit . . . electronic reproduction 
by use of digital imaging and optical character recognition.” 
Any application papers, including application papers containing 
a script font, that are not in a form having sufficient clarity 
and contrast between the paper and the writing thereon to permit 
electronic reproduction by use of digital imaging and optical 
character recognition will be objected to as not in compliance 
with § 1.52(a). Therefore, the Office cautions applicants not 
to submit application papers having script fonts. 

Comment (9): One comment noted that § 1.52(b) would 
require that all papers (including drawings per proposed § 1.84) 
be limited to either DIN size A4 or 8 1/2 by 11 inches, which 
would eliminate the currently allowed paper sizes of 8 1/2 by 
13 or 14 inches. The comment questioned whether this would 
also apply to the official papers issued by the Office, noting 
that the Office currently issues papers having a paper size mix 
of 8 1/2 by 11, 13, and 14 inches, which presents problems 
for applicants. The comment suggested that the Office should 
not issue papers of a size not permitted in § 1.52. 

: The Office is currently in the process of standard- 

izing to either 21.0 cm. by 29.7 cm. (DIN size A4) or 21.6 
cm. by 27.9 cm. (8 1/2 by 11 inches). 

Comment (10): One comment suggested that the Office should 
not issue papers with writing on the back side in accordance 
with § 1.52(b). 

Response: The Office currently includes informational lan- 
guage on the back side of certain forms. The alternatives to 
issuing such forms with writing on the back side are: (1) not 
providing this information to applicants, (2) reducing the print 
size to permit all of the information to be located on the front 
of the form, or (3) routinely providing multiple page forms. 
Since none of the alternatives are preferable to simply including 
informational language on the back side of certain forms, the 
Office will continue to include information language on the 
back of papers issued by the Office, until it fully transforms 
all of its forms to electronically generated forms. 

Comment (11): One comment questioned whether the phrase 
“claims on a separate sheet” in § 1.52(b) means that: (1) all 
of the claims must appear on a single separate sheet, (2) each 
claim must appear on a separate sheet, or (3) the claims (claim 
1) must begin or commence on a se; sheet. The comment 
suggested the PCT wording that the claims shall commence 
on a separate sheet if the rule is intended to require that the 
claims (claim 1) must begin or commence on a separate sheet. 
Response: The phrase has been changed to “the claim or claims 
commencing on a separate sheet” to clarify that the claims 
must begin or commence on a separate sheet to parallel PCT 
requirements. Thus, §§ 1.52(b) and 1.75(h) require that the 
claims (claim 1) must begin or commence on a separate sheet. 
Sections 1.52(b) and 1.75(h) do not require that all of the claims 
ee SEE, <p SR Re ee 
on a separate sheet. 
Comment (12): One comment questioned whether the phrase 
“abstract and claims on a separate sheet” in § 1.52(b) means 
that the abstract is to be on one separate sheet, and the claims 
are to be (or commence) on another separate sheet. 
Response:The phrase has been changed to “the claim or claims 
commencing on a separate sheet and abstract commencing on 
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a separate sheet” to clarify that the claims must commence on 
one separate sheet and the abstract must commence on another 
separate sheet. 

Comment (13): One comment noted that the requirement in 
§ 1.52(b), as proposed, will require that the lines in the oath 
or declaration, as well as quotations from the rules, the MPEP, 
and court decisions in subsequently filed amendments, be 1 1/ 
2 or double spaced, and is inconsistent with the forms included 
for comment with the Notice of Proposed Rulemaking. 
Response: Section 1.52(b) has been changed to require, inter 
alia, that “(t]he lines of the specification, and any amendments 
to the specification, must be 1 1/2 or double spaced.” The 
requirement for 1 1/2 or double spacing will not apply to oaths 
or declarations, pre-printed forms, or all of the statements in 
the “Remarks” section of an amendment. Applicants are never- 
theless requested to submit papers with lines 1 1/2 or double 
spaced, except in standardized forms or where single-spacing 
may be stylistically necessary (e.g., block quotations). 
Comment (14): One comment questioned whether the require- 
ment in § 1.52(b), as proposed, that papers have lines 1 1/2 
or double spaced will apply to Office actions. The comment 
suggested that not placing block quotations from the statutes 
and regulations in single spacing will decrease the readability 
of Office actions. 

Response: As discussed supra, §§ 1.52(a) and (b) are designed 
to facilitate patent printing and do not apply to Office actions. 
Section 1.52(b) has been changed to require, inter alia, that 
“{t]he lines of the specification, and any amendments to the 
specification, must be 1 1/2 or double spaced.” Therefore, the 
requirement for 1 1/2 or double spaced lines will not apply to 
Office actions. 

Comment (15): Several comments objected to the requirement 
that tables be in portrait orientation as inconsistent with PCT 
rules, and as causing tables to be split over multiple pages. 
Response: The suggestions are adopted. Section 1.58 will state 
that “[c]hemical and mathematical formulae and tables must 
be presented in compliance with §§ 1.52(a) and (b), except 
that chemical and mathematical formulae or tables may be 
placed in a landscape orientation if they cannot be presented 
satisfactorily in a portrait orientation,“ rather than “[t]o facilitate 
camera copying when printing, the width of formulae and tables 
as presented should be limited normally to 12.7 cm. (5 inches) 
so that it may appear as a single column in the printed patent.” 
Comment (16): One comment stated that § 1.72 is contrary 
to PCT Rule 11.4(a), and will require renumbering of the appli- 
cation pages for later filing of that application in the European 
Patent Office (EPO) or under the PCT. 

Response: Section 1.72, as proposed in the Notice of Proposed 
Rulemaking, provided that the abstract be “preferably prior to 
the first page of the specification,” and, as such, merely 
expressed the Office’s preference for the location of the abstract 
as prior to the first page of the specification. Nevertheless, 
to avoid the undesirable result of requiring an applicant who 
submitted an application in the format set forth in § 1.77 to 
renumber the specification pages for filing that application in 
the EPO or under the PCT, § 1.72 is changed to state that the 
preferable location of the abstract is following the claims. 
Comment (17): One comment stated that requiring that the 
rarely used section headings (e.g., statement regarding federally 
sponsored research and development) be followed by the phrase 
“not-applicable” is confusing. 

Response: Section 1.77 is permissive rather than mandatory. 
As such, any applicant finding the format suggested therein to 
be confusing is at liberty to simply include those section head- 
ings applicable to the particular application. The use of each 
section heading, even when the section is “not-applicable,” is 
desirable in that it apprises the Office that the section at issue 
has been considered and deemed inapplicable. Simply not pro- 
viding a section heading is ambiguous as to whether the appli- 
cant considers the section inapplicable or has not considered 
whether the section is applicable to the application. In addition, 
the use of such section headings will be of greater benefit when 
the Office implements procedures to permit the electronic filing 
of patent applications. 

Comment (18): One comment stated that the requirements 
set forth in § 1.77 are in addition to those required by the PCT. 
The comment argued that the Office cannot require international 
applications entering the national stage under 35 U.S.C. 371 
to comply with these requirements. 
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Response: As discussed supra, § 1.77 merely expresses the 
Office’s preference for the arrangement of the application ele- 
ments. The Office may advise an applicant that the application 
does not comply with the format set forth in § 1.77, and suggest 
this format for the applicant’s consideration; however, the 
Office- will not require any application to comply with the 
format set forth in § 1.77. Therefore, there is no conflict between 
§ 1.77 and the PCT. 

Comment (19): One comment noted that §§ 1.154 and 1.163 
apply to design and plant applications, and, as such, they are 
not in conflict with PCT Rules. The comment suggested that it 
would, however, be preferable that all types of U.S. applications 
maintain the same order of application elements, and that this 
order be the order set forth by the PCT Rules. 

Response: As discussed supra, the arrangement of the elements 
of an application set forth in § 1.77 is not mandatory, and, as 
such, § 1.77 is not in conflict with the PCT or PCT Rules. 
Section 1.77 merely expresses the Office’s preference for the 
arrangement of the elements of an application. The Office’s 
preference for the format of design applications (§ 1.154) and 
plant applications (§ 1.163) is the same as the Office’s prefer- 
ence for utility applications (§ 1.77). 

Comment (20): One comment stated that in the absence of 
statutory requirements for the application elements proposed 
in §§ 1.77, 1.154, and 1.163, the rule should clearly state that 
these application elements or arrangements are preferred but 
not mandatory. 

Response: Sections 1.77, 1.154, and 1.163 employ the phrase 
“should” rather than “must,” which is the language of a preca- 
tory statement. Therefore, §§ 1.77, 1.154, and 1.163 currently 
state that these application elements or arrangements are pre- 
ferred, but are not mar latory. 

Comment (21): One comment questioned whether the Appli- 
cation Transmittal Form, and Fee Transmittal Form set forth 
in § 1.77 should be numbered pages 1 and 2 pursuant to § 
1.52, and further questioned where the drawings and oath or 
declaration are to be numbered. 

Response: Section 1.52 has been changed to provide that the 
pages of the specification, not the application, should be consec- 
utively numbered beginning with page 1. The Application 
Transmittal Form, and Fee Transmittal Form set forth in § 1.77 
are not part of the specification. As such, they should not be 
numbered as pages 1 and 2, respectively. Likewise, the draw- 
ings and oath or declaration are not part of the specification, 
and need not be numbered. 

Comment (22): One comment stated that the failure to include 
the phrase “not applicable” by all of the application elements 
not required by statute or regulation rendered it unclear as to 
whether the Office would object to the lack of an application 
element for which the phrase “not applicable” is not included. 
Response: The Office anticipates that an applicant choosing 
to use the Transmittal forms provided by the Office will arrange 
his or her application in the format suggested by the Office. 
The patent statutes and regulations set forth the requirements 
for a complete application, as well as the requirements for 
obtaining a filing date in an application. Applications are exam- 
ined for compliance with the patent statutes and regulations, 
not for consistency with any particular transmittal form. 
Comment (23): One comment noted, in regard to § 1.84(c), 
that the drawings of an international application, which are 
often used for processing in the Office, will have the World 
Organization (WO) publication number and International 
Bureau (IB) publication date on the top of the drawing. 
Response: The WO publication number and IB publication 
date placed on the top of the drawing of an international applica- 
tion is not objectionable under § 1.84(c). 

Comment (24): One comment stated that the scan target points 
conflict with PCT Rule 11.6(e). As such, the scan target points 
would have to be removed from applications to be filed as an 
international application. The comment further stated that these 
target points are unnecessary in view of the paper size and 
margin requirements. 

Response: Section 1.84(g) states that drawings “should,” and 
not “must,” have scan target points printed on two catercorner 
margin corners. Thus, § 1.84(g) merely expresses the Office’s 
preference for scan target points on the drawings for filming 
and printing purposes, which are considered desirable due to 
the different sights on 21.0 cm. by 29.7 cm. (DIN size A4) 
and 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) drawing sheets. 
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An applicant wishing to provide scan target points on drawings 
that will later be filed in the EPO may simply copy the drawings 
to be filed in the EPO, place the scan target points only on the 
Office copy of the drawings, and submit the copy of the draw- 
ings containing the scan target points to the Office. Likewise, 
applicants filing drawings that were previously filed in the EPO 
should simply add scan target points only to the copy of the 
drawings to be filed in the Office. Nevertheless, as § 1.84(g) 
merely expresses a preference for scan target points for Office 
filming and printing purposes, an applicant intending to later 
file the application in the EPO, or any applicant, is at liberty 
to not include such scan target points on the drawings. The 
Office will not object to the absence of scan target points on 
any drawings filed in the Office. Therefore, § 1.84(g) does not 
include a requirement in excess of, or inconsistent, with PCT 
Rules. 

Comment (25): One comment stated that the term “cater- 
corer” is slang, and suggested that it be replaced in § 1.84(g) 
with a phrase such as “diagonally opposite.” 

Response: The term “catercorner” is not slang. While there 
are a number of acceptable English phrases to denote diagonally 
opposite, the term “catercorner” was selected to avoid using a 
multiple word phrase where a single word will suffice. 
Comment (26): One comment stated that the language pro- 
posed to be added to § 1.97 regarding a reexamination or patent 
owner is inconsistent with § 1.533 and suggested that it be 
deleted. 

Response: The suggestion is adopted. 

Comment (27): One comment stated that § 1.131 does not 
specify whether the phrase “application” includes provisional 
applications. The comment suggested that § 1.131 be amended 
to state “unless the date of such patent or publication is more 
than one year prior to the earliest date on which the inventor’s 
or patent owner’s application or provisional application from 
which that application claims priority therefrom was filed in 
this country.” 

Response: The proposed change to § 1.131 is not adopted. It 
is well established that the filing date of any abandoned applica- 
tion co-pending with and referred to in a patent is the effective 
date of the patent with respect to the common subject matter 
disclosed in the patent and abandoned application. See In re 
Switzer, 166 F.2d 827, 77 USPQ 156 (CCPA 1948). Section 
1.131 does not make a specific reference to nonprovisional 
applications for which a benefit is claimed under 35 U.S.C. 
120; however, it is understood that the effective date of any 
patent sought to be antedated pursuant to § 1.131 is the earliest 
filing date of any application to which the patent is entitled to 
under 35 U.S.C. 120 with respect to the common subject matter 
disclosed in the patent and the application. The provisions of 
title 35, except for 35 U.S.C. 115, 131, 135 and 157, apply to 
provisional applications. 35 U.S.C. 111(b)(8). It is therefore 
likewise unnecessary to specifically reference provisional 
applications in § 1.131. 

Comment (28): Several comments objected to §§ 1.291 and 
1.292 as pre-grant opposition, especially in view of the pre- 
grant publication of pending applications that would be pro- 
vided for in H.R. 1733, if enacted, and the expanded reexamina- 
tion that would be provided for in H.R. 1732, if enacted. The 
comments either suggested that the protest and public use pro- 
ceeding provisions of §§ 1.291 and 1.292 be severely limited 
or abolished. 

: The changes to §§ 1.291 and 1.292 place greater 
obligations on third parties seeking to use these sections. As 
such, this rule change does not add to any third party’s ability 
to participate in the prosecution of a pending application. Never- 
theless, as neither H.R. 1732 nor H.R. 1733 has presently been 
enacted, analysis of whether modification of §§ 1.291 and 
1.292 in addition to that proposed in the Notice of Proposed 
Rulemaking is desirable in a pre-grant publication or expanded 
reexamination system is held in abeyance pending enactment 
of H.R. 1733 or 1732. 

Comment (29): One comment noted that any standardization 
of patent applications should not include pre-printed forms 
taking eleven hours to complete. The comment further sug- 
gested that word-processor versions of any collection of infor- 
mation, rather than pre-printed forms, would be of greater 
assistance to members of the public. 

Response: Initially, the Notice of Proposed Rulemaking indi- 
cated that the initial patent application (e.g., the specification, 
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drawings, as well as the standard forms), not merely the pro- 
posed standardized forms, is a collection of information esti- 
mated to average eleven hours to complete. The Notice of 
Proposed Rulemaking stated that the public reporting burden 
for these collections of information is estimated to average: 
(1) twelve minutes per response for the Fee Transmittal form, 
(2) twelve minutes per response for the Utility Patent Applica- 
tion Transmittal form, (3) twelve minutes per response for the 
Design Patent Application Transmittal form, (4) twelve minutes 
per response for the Plant Patent Application Transmittal form, 
(5) twelve minutes per response for the Plant Color Coding 
Sheet, (6) twenty-four minutes per response for the Declaration 
form, and (7) twenty-four minutes per response for the Plant 
Patent Application Declaration. Nevertheless, the final rules 
do not require the use of any standardized form. The Office 
publishes standardized forms only as an aid to practitioners 
and applicants. 

Comment (30): One comment questioned whether use of the 
standardized versions of the various forms would be required. 
Another comment stated that the Office has no authority to 
require the use of the published forms in the absence of statutory 
authority. 

Response: Use of the forms included for comment with the 
Notice of Proposed Rulemaking is not mandatory. That is, an 
applicant need not use the standardized versions of the Fee 
Transmittal form, Utility Patent Application Transmittal form, 
Design Patent Application Transmittal form, Plant Patent 
Application Transmittal form, Plant Color Coding Sheet, Decla- 
ration form and Plant Patent Application Declaration form, and 
need not use any fee transmittal form, application transmittal 
form, or plant color coding sheet. These forms were created 
to assist applicants in filing a patent application and to help 
ensure the filing of a complete application accompanied by the 
appropriate fees, thereby avoiding unnecessary delays in the 
examination of the application. 

Comment (31): One comment stated that the Office should 
not require the use of mandated forms, and if the Office requires 
the use of mandated forms, the Office should revise the forms 
to render them readily reproducible by conventional software, 
and should arrange for versions of these forms in various for- 
mats to be distributed by the Internet, bulletin board, or floppy 
disk. Another comment suggested that the Office should make 
its form or templates available for electronic copying. 
Response: Copies of the standard forms provided by the Office 
may be obtained by contacting the Customer Service Center 
of the Office of Initial Patent Examination at (703) 308-1214. 
Also, many standardized forms have been loaded on the 
Office’s Internet Website and may be electronically copied 
via the Internet through anonymous file transfer protocol (ftp) 
(address: ftp.uspto.gov). Nevertheless, use of the forms 
included for comment with the Notice of Proposed Rulemaking 
is not mandatory. 

Comment (32): One comment questioned why there is a box 
with an instruction to type a plus sign in the box at the very 
top of the standardized forms. 

Response: As discussed supra, the Office plans to replace or 
augment the current microfilming process with an electronic 
data base which captures at least the technical content of the 
application-as-filed for internal Office use. Typing a plus sign 
(+) into this box will facilitate the image scanner in aligning 
the remaining typing on the form during the scanning process. 
Comment (33): One comment questioned: (1) why the applica- 
tion transmittal forms do not have a place for applicant to 
indicate the type of new utility application being transmitted 
(e.g., a provisional, original, continuation, division, continua- 
tion-in-part, reissue), and (2) how the Office official will obtain 
this information for entry in the official use “application type” 
box. 

Response: The Utility Patent Application Transmittal form sets 
forth instructions for filing utility applications under § 1.53 in 
the arrangement set forth in § 1.77. All non-reissue, nonprovi- 
sional utility applications (i.e., original, continuation, divi- 
sional, and continuation-in-part applications) filed under § 1.53 
should be submitted using the Utility Patent Application Trans- 
mittal form. The Design Patent Application Transmittal form 
sets forth instructions for filing design applications in the 
arrangement set forth in § 1.154. All non-reissue design applica- 
tions should be submitted using the Design Patent Application 
Transmittal form. The Plant Patent Application Transmittal 
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form sets forth instructions for filing plant applications in the 
arrangement set forth in § 1.163. All non-reissue, nonprovi- 
sional plant applications should be submitted using the Plant 
Patent Application Transmittal form. 

A Reissue Patent Application Transmittal form is also avail- 
able, and all applications for the reissue of a patent should be 
submitted using the Reissue Patent Application Transmittal 
form. The cover sheet provided for in § 1.53(b)(2)(i) for a 
provisional application functions as a transmittal sheet for a 
provisional application. As such, the standardized Provisional 
Application Cover Sheet is the transmittal form for a provisional 
application. The provisional application cover sheet was pub- 
lished in the rulemaking entitled “Changes to Implement 20- 
Year Patent Term and Provisional Applications,” in the Federal 
Register at 60 FR 20230-31 (April 25, 1995), and in the Patent 
and Trademark Office Official Gazette at 1174 Off. Gaz. Pat 
Office 45-46 (May 2, 1995). 

To provide a place on the Application Transmittal form for 
claims under 35 U.S.C. 119, 120, or 121 would require the use 
of an unacceptably smaller font on the Application Transmittal 
form. The Declaration forms provide a place for stating claims 
under 35 U.S.C. 119, 120 or 121. The inclusion on filing of 
an executed or unexecuted Declaration form containing this 
information would assist the Office in ascertaining whether the 
application is an original, continuation, divisional, or continua- 
tion-in-part application. In addition, in the event that H.R. 
1733 is enacted, and the proposed changes to §§ 1.55(a) and 
1.78(a)(2) are adopted substantially as proposed, the routine 
inclusion of claims for priority under 35 U.S.C. 119, 120, or 
121 in an executed or unexecuted declaration form accompa- 
nying the application papers would be an excellent mechanism 
for avoiding an inadvertent failure to timely submit a claim 
for priority under 35 U.S.C. 119, 120, or 121. 

Comment (34): One comment noted that the heading “DEC- 
LARATION” does not state the types of applications with 
which the declaration form could be used. The comment ques- 
tioned whether it is intended to be used with any type of 
nonprovisional application except plant applications for which 
a separate form is proposed. 

Response: The declaration form containing the heading “DEC- 
LARATION?” is intended to be used with any type of nonprovi- 
sional application except plant applications, for which a 
separate Plant Declaration form is provided. 

Comment (35): One comment suggested that in the foreign 
priority claim section of the Declaration form, the last line, the 
phrase “having a filing date before that of the application on 
which priority is claimed” should be changed to “for which 
priority is not claimed,” to cover those foreign applications 
which have a filing date after that of the application on which 
priority is claimed and the benefit of which applicant does not 
want to claim. The comment also indicated that, frequently, 
an application is filed after the Convention Year. 

Response: The suggestion is not adopted. Section 1.63(c) 
requires that an oath or declaration in any application in which 
a claim for priority is made pursuant to § 1.55 identify .. . 
“any foreign application having a filing date before that of the 
application on which priority is claimed, by specifying the 
application number, country, day, month, and year of its filing.” 
Thus, the language in the Declaration form aids applicants in 
submitting a declaration in compliance with § 1.63(c). Any 
foreign application having a filing date before that of the appli- 
cation on which priority is claimed is, by definition, a foreign 
application for which priority is not claimed. 

Comment (36): One comment suggested that in the foreign 
priority claim section, the right hand columns, the heading 
should be corrected to “Certified Copy Attached” since the 
Office does not routinely want uncertified copies. 

Response: The suggestion is adopted. The Declaration form 
has been modified accordingly. 

Comment (37): One comment noted that the Fee Calculation 
and Application Transmittal are currently on a single sheet/ 
form, where the proposed forms provide a separate sheet/form 
for each. The comment also noted that the current Declaration 
form is a single sheet, where the proposed Declaration form 
contains multiple sheets. 

Response: The Office currently receives application transmit- 
tals, fee calculations/transmittals and declarations in a variety 
of forms and in a multitude of formats. The forms 
were developed as a result of an analysis of the current practices 
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and requirements of applicants, as well as the Office’s plans 
to scan application data from these forms into an electronic data 
base. The Fee Transmittal form was created to aid applicants in 
submitting the fees due on filing a new patent application, as 
well as the fees that may be due throughout the prosecution 
of the application. The Application Transmittal serves to both 
aid applicants in filing a complete application, and simplify 
the pre-examination processing of the application. To permit 
the inclusion of additional fee calculation and application trans- 
mittal information on the standardized forms, and to provide 
a Fee Transmittal form for use throughout the prosecution of 
the application, a separate Fee Transmittal form and Application 
Transmittal form were developed. A multi-page Declaration 
form is necessary to accommodate the Office’s plans to scan 
application data from this Declaration form into an electronic 
data base. 

Comment (38): One comment indicated that the meaning or 
purpose of “suffix” in the inventor signature block is unclear, 
and requested an explanation as to whether it refers to “Jr.” or 
“TI,” or whether it is a place to put the mother’s name for those 
inventors whose family name is followed by their mother’s 
name. 

Response: The field on the Declaration form labeled (inventor) 
“suffix” is intended to provide the applicant with an option to 
indicate family position relative to age. Examples of an inven- 
tor’s suffix are: Jr., Sr., and III. This information is tracked by 
the Office and is necessary to print patents which accurately 
reflect bibliographic information about the inventor. The use 
of this field and the data expected will be clarified and specified 
in the form instructions. 

Comment (39): One comment questioned the meaning or 
purpose of “Applicant Authority” in the last line of the inventor 
data block. 

Response: The phrase “Applicant Authority” indicates the 
authority that the applicant has in executing the application 
(e.g., inventor, executor (§ 1.42), assignee (§ 1.47(b)). This 
field is an optional field for the applicant to complete. The 
electronic versions of the proposed standard declaration forms 
would provide the applicant with directions and a list of valid 
codes that correspond with a specific identification of the 
authority the applicant retains (e.g., the Authority Code for an 
executor will be “04”). 

Comment (40): One comment stated that due to the spacing 
and small fonts on the fee transmittal form, this sheet cannot 
be used with a conventional word sor. 

Response: To accommodate all the fee descriptions on a one- 
page fee transmittal it was necessary to use smaller fonts in 
the form’s design. These fonts are available in Word and Wor- 
dPerfect. An electronic version of the fee transmittal will be 
available from the Office soon. 

Comment (41): One comment stated that the “one form fits 
all” mentality of the fee transmittal form should be reconsidered 
since certain fees are submitted only once during the prose- 
cution of an application. 

Response: The proposed standard one-page fee form is pri- 
marily to facilitate and simplify the fee payment process. The 
one-page fee transmittal is intended to aid applicants in pro- 
viding complete fee information to the Office for each applica- 
tion and paper submission. This will enable the Office to more 
efficiently process and record fee payments, which will avoid 
delays in the prosecution of an application. 


Other Considerations 


This final rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612, and the Paperwork Reduction Act of 1995, 44 
U.S.C. 3501 et seq. It has been determined that this final rule 
is not significant for the purposes of Executive Order 12866. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
this rule change will not have a significant economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)). The principal effect of this rule change 
is to simplify and clarify the rules governing the form of patent 
application papers. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
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National Government and the States as outlined in Executive 
Order 12612. 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall any person be subject to a 
penalty for failure to comply with a collection of information 
subject to the requirements of the Paperwork Reduction Act 
unless that collection of information displays a currently valid 
OMB control number. 

This final rule package contains a collection of information 
subject to the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This collection of information is currently approved 
by the Office of Management and Budget under Control No. 
0651-0032. This collection of information includes the initial 
patent application filing, the Fee Transmittal form, the Utility 
Patent Application Transmittal form, the Design Patent Appli- 
cation Transmittal form, the Plant Patent Application Trans- 
mittal form, the Plant Color Coding Sheet, the Declaration 
form, and the Plant Patent Application Declaration form. The 
above-mentioned forms will reduce the burden and uncertainty 
associated with the submission of an application and related 
information, and enhance the Office’s ability to use standard- 
ized automation techniques (optical character recognition, etc.) 
to record and ss information concerning applications. The 
public reporting burden for these collections of information 
is estimated to average: (1) ten hours per response for the 
specification and drawings of an application, (2) twelve minutes 
per response for the Fee Transmittal form, (3) twelve minutes 
per response for the Utility Patent Application Transmittal form, 
(4) twelve minutes per response for the Design Patent Applica- 
tion Transmittal form, (5) twelve minutes per response for the 
Plant Patent Application Transmittal form, (6) twelve minutes 
per response for the Plant Color Coding Sheet, (7) twenty-four 
minutes per response for the Declaration form, and (8) twenty- 
four minutes per response for the Plant Patent Application 
Declaration. These estimates include the time for reviewing 
instructions, searching existing data sources, gathering and 
maintaining the data needed, and completing and reviewing 
the collections of informaiion. 

Send comments regarding this burden estimate or any other 
aspect of this collection of information, including suggestions 
for reducing this burden to the Office of System Quality and 
Enhancement, Data Administration Division, Patent and Trade- 
mark Office, Washington, D.C. 20231, and to the Office of 
Information and Regulatory Affairs, Office of Management 
and Budget, Washington, D.C. 20503 (ATTN: Paperwork 
Reduction Act Project 0651-0032). 


List of Subjects 
37 CFR Part 1 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keepir.g requirements, Small Businesses. 


For the reasons set forth in the preamble, 37 CFR Part 1 is 
amended as follows: 


PART 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.5 is amended by adding paragraph (f) to read 
as follows: 


§ 1.5 Identification of application, patent or registration. 
see88 
(f) When a paper concerns a provisional application, it should 


identify the application as such and include the application 
number. 


3. Section 1.12 is amended by revising paragraph (c) to read 
as follows: 
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§ 1.12 Assignment records open to public inspection. 


(c) Any request by a member of the public seeking copies 
of any assignment records of any pending or abandoned patent 
application preserved in confidence under § 1.14, or any infor- 
mation with respect thereto, must: 

(1) Be in the form of a petition accompanied by the petition 
fee set forth in § 1.17(i); or 

(2) Include written authority granting access to the member 
of the public to the particular assignment records from the 
applicant or applicant’s assignee or attorney or agent of record. 


4. Section 1.14 is amended by revising the section heading 
and paragraphs (a), (b), and (e) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a)(1) Patent applications are generally preserved in confi- 
dence pursuant to 35 U.S.C. 122. No information will be given 
concerning the filing, pendency, or subject matter of any appli- 
cation for patent, and no access will be given to, or copies 
furnished of, any application or papers relating thereto, except 
as set forth below. 

(2) Status information, which includes information such as 
whether the application is pending, abandoned, or patented, as 
well as the application number and filing date, may be supplied: 

(i) Concerning an application or any application claiming 
the benefit of the filing date of the application, if the application 
has been identified by application number or serial number and 
filing date in a published patent document, 

(ii) Concerning the national stage application or any applica- 
tion claiming the benefit of the filing date of a published interna- 
tional application, if the United States of America has been 
indicated as a Designated State in the international application, 
or 

(iii) When it has been determined by the Commissioner to 
be necessary for the proper conduct of business before the 
Office. 

(3) Access to, or copies of, an application may be provided: 

(i) When the application is open to the public as provided 
in § 1.11(b), 

(ii) When written authority in that application from the appli- 
cant, the assignee of the application, or the attorney or agent 
of record has been granted, 

(iii) When it has been determined by the Commissioner to 
be necessary for the proper conduct of business before the 
Office, or 

(iv) To any person on written request, without notice to the 
applicant, when the application is abandoned and available and 
is: 

(A) Referred to in a U.S. patent, 

(B) Referred to in an application open to public inspection, 

(C) An application which claims the benefit of the filing 
date of an application open to public inspection, or 

(D) An application in which the applicant has filed an authori- 
zation to lay open the complete application to the public. 

(b) Complete applications (§ 1.51(a)) which are abandoned 
may be destroyed and hence may not be available for access 
or copies as permitted by paragraph (a)(3)(iv) of this section 
after 20 years from their filing date, except those to which 
particular attention has been called and which have been marked 
for preservation. 


(e) Any request by a member of the public seeking access 
to, or copies of, any pending or abandoned application preserved 
in confidence pursuant to paragraph (a) of this section, or any 
papers relating thereto, must: 

(1) Be in the form of a petition and be accompanied by the 
petition fee sct forth in § 1.17(i); or 

(2) Include written authority granting access to the member 
of the public in that particular application from the applicant 
or the applicant’s assignee or attorney or agent of record. 
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5. Section 1.52 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.52 Language, paper, writing, margins. 


(a) The application, any amendments or corrections thereto, 
and the oath or declaration must be in the English language 
except as provided for in § 1.69 and paragraph (d) of this 
section, or be accompanied by a verified translation of the 
application and a translation of any corrections or amendments 
into the English language. All papers which are to become a 
part of the permanent records of the Patent and Trademark 
Office must be legibly written either by a typewriter or mechan- 
ical printer in permanent dark ink or its equivalent in portrait 
orientation on flexible, strong, smooth, non-shiny, durable, and 
white paper. All of the application papers must be presented 
in a form having sufficient clarity and contrast between the 
paper and the writing thereon to permit the direct reproduction 
of readily legible copies in any number by use of photographic, 
electrostatic, photo-offset, and microfilming processes and 
electronic reproduction by use of digital imaging and optical 
character recognition. If the papers are not of the required 
quality, substitute typewritten or mechanically printed papers 
of suitable quality will be required. See § 1.125 for filing 
substitute typewritten or mechanically printed papers consti- 
tuting a substitute specification when required by the Office. 

(b) Except for drawings, the application papers (specification, 
including claims, abstract, oath or declaration, and papers as 
provided for in §§1.42, 1.43, 1.47, etc.) and also papers subse- 
quently filed, must have each page plainly written on only one 
side of a sheet of paper, with the claim or claims commencing 
on a separate sheet and the abstract commencing on a separate 
sheet. See §§ 1.72(b) and 1.75(h). The sheets of paper must 
be the same size and either 21.0 cm. by 29.7 cm. (DIN size 
A4) or 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). Each sheet 
must include a top margin of at least 2.0 cm. (3/4 inch), a left 
side margin of at least 2.5 cm. (1 inch), a right side margin of 
at least 2.0 cm. (3/4 inch), and a bottom margin of at least 2.0 
cm. (3/4 inch), and no holes should be made in the sheets as 
submitted. The lines of the specification, and any amendments 
to the specification, must be 1 1/2 or double spaced. The pages 
of the specification including claims and abstract must be num- 
bered consecutively, starting with 1, the numbers being cen- 
trally located above or preferably, below, the text. See § 1.84 
for drawings. 
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6. Section 1.54 is amended by revising paragraph (b) to read 
as follows: 


§ 1.54 Parts of application to be filed together; filing receipt. 


(b) Applicant will be informed of the application number 
and filing date by a filing receipt. 

7. Section 1.58 is amended by removing and reserving para- 
graph (b) and revising the section heading and paragraph (c) 
to read as follows: 


§ 1.58 Chemical and mathematical formulae and tables. 


(b) [Reserved] 

(c) Chemical and mathematical formulae and tables must be 
presented in compliance with § 1.52(a) and (b), except that 
chemical and mathematical formulae or tables may be placed 
in a landscape orientation if they cannot be presented satisfacto- 
rily in a portrait orientation. Typewritten characters used in 
such formulae and tables must be chosen from a block (non- 
script) type font or lettering style having capital letters which 
are at least 0.21 cm. (0.08 inch) high (e.g., elite type). A space 
at least 0.64 cm. (1/4 inch) high should be provided between 
complex formulae and tables and the text. Tables should have 
the lines and columns of data closely spaced to conserve space, 
consistent with a high degree of legibility. 

8. Section 1.62 is amended by revising paragraphs (e) and 
(f) to read as follows: 
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§ 1.62 File wrapper continuing procedure. 


see2e8 


(e) An application filed under this section will utilize the 
file wrapper and contents of the prior application to constitute 
the new continuation, continuation-in-part, or divisional appli- 
cation but will be assigned a new application number. Changes 
to the prior application must be made in the form of an amend- 
ment to the prior application as it exists at the time of filing 
the application under this section. No copy of the prior applica- 
tion or new specification is required. The filing of such a copy 
or specification will be considered improper, and a filing date 
as of the date of deposit of the request for an application under 
this section will not be granted to the application unless a 
petition with the fee set forth in § 1.17(i) is filed with instruc- 
tions to cancel the copy or specification. 

(f) The filing of an application under this section will be 
construed to include a waiver of confidence by the applicant 
under 35 U.S.C. 122 to the extent that any member of the 
public who is entitled under the provisions of § 1.14 to access 
to, or information concerning either the prior application or 
any continuing application filed under the provisions of this 
section may be given similar access to, or similar information 
concerning, the other application(s) in the file wrapper. 
se¢2¢8 


9. Section 1.72 is amended by revising paragraph (b) to read 
as follows: § 1.72 Title and abstract. 


(b) A brief abstract of the technical disclosure in the specifi- 
cation must commence on a separate sheet, preferably following 
the claims, under the heading “Abstract of the Disclosure.” 
The purpose of the abstract is to enable the Patent and Trade- 
mark Office and the public generally to determine quickly 
from a cursory inspection the nature and gist of the technical 
disclosure. The abstract shall not be used for interpreting the 
scope of the claims. 

10. Section 1.75 is amended by revising paragraph (g) and 
adding paragraphs (h) and (i) to read as follows: 


§ 1.75 Claim(s). 


(g) The least restrictive claim should be presented as claim 
number 1, and all dependent claims should be grouped together 
with the claim or claims to which they refer to the extent 
practicable. 

(h) The claim or claims must commence on a separate sheet. 

(i) Where a claim sets forth a plurality of elements or steps, 
each element or step of the claim should be separated by a line 
indentation. 

11. Section 1.77 is revised to read as follows: 


§ 1.77 Arrangement of application elements. 


(a) The elements of the application, if applicable, should 

in the following order: 

(1) Utility Application Transmittal Form. 

(2) Fee Transmittal Form. 

(3) Title of the invention; or an introductory portion stating 
the name, citizenship, and residence of the applicant, and the 
title of the invention. 

(4) Cross-reference to related applications. 

(5) Statement regarding federally sponsored research or 
development. 

(6) Reference to a “Microfiche appendix.” (See § 1.96 (c)). 
The total number of microfiche and total number of frames 
should be specified. 

(7) Background of the invention. 

(8) Brief summary of the invention. 

(9) Brief description of the several views of the drawing. 

(10) Detailed description of the invention. 

(11) Claim or claims. 

(12) Abstract of the Disclosure. 

(13) Drawings. 

(14) Executed oath or declaration. 
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(15) Sequence Listing (See §§ 1.821 et. seq.). 

(b) The elements set forth in (a)(3) through (a)(5), 
(aX(7) through (a)(12) and (a)(15) of this section should id appear 
in upper case, without or bold type, as section 
headings. If no text follows the section heading, the phrase 
“Not Applicable” should follow the section heading. 

12. Section 1.78 is amended by removing paragraph (d) and 
revising paragraphs (a)(2) and (c) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross 
references to other applications. 


(a)*#*#*e8 


(2) Any nonprovisional application claiming the benefit of 
one or more prior filed copending nonprovisional applications 
or international applications designating the United States of 
America must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
each such prior application, identifying it by application number 
(consisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. Cross-references to other 
related applications may be made when appropriate. (See § 
1.14(a)). 
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(c) Where an application or a patent under reexamination 
and at least one other application naming different inventors 
are owned by the same party and contain conflicting claims, 
and there is no statement of record indicating that the claimed 
inventions were commonly owned or subject to an obligation 
of assignment to the same person at the time the later invention 
was made, the assignee may be called upon to state whether 
the claimed inventions were commonly owned or subject to 
an obligation of assignment to the same person at the time the 
later invention was made, and if not, indicate which named 
inventor is the prior inventor. 

13. Section 1.84 is amended by revising paragraphs (c), (f)- 
(g), and (x) to read as follows: 


§ 1.84 Standards for drawings. 


(c) Identification of drawings. Identifying indicia, if pro- 
vided, should include the application number or the title of the 
invention, inventor’s name, docket number (if any), and the 
name and telephone number of a person to call if the Office 
is unable to match the drawings to the proper application. This 
information should be placed on the back of each sheet of 
drawings a minimum distance of 1.5 cm. (5/8 inch) down from 
the top of the page. In addition, a reference to the application 
number, or, if an application number has not been assigned, 
the inventor’s name, may be included in the left-hand corner, 
provided that the reference appears within 1.5 cm. (9/16 inch) 
from the top of the sheet. 


(f) Size of paper. All drawing sheets in an application must 
be the same size. One of the shorter sides of the sheet is regarded 
as its top. The size of the sheets on which drawings are made 
must be: 

(1) 21.0 cm. by 29.7 cm. (DIN size A4), or 

(2) 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). 

(g) Margins. The sheets must not contain frames around the 
sight; i.e., the usable surface, but should have scan target points, 
isk cross-hairs, printed on two catercorner margin comers. 
Each sheet must include a top margin of at least 2.5 cm. (1 
inch), a left side margin of at least 2.5 cm. (1 inch), a right 
side margin of at least 1.5 cm. (9/16 inch), and a bottom margin 
of at least 1.0 cm. (3/8 inch), thereby leaving a sight no greater 
than 17.0 cm. by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size 
A4) drawing sheets, and a sight no than 17.6 cm. by 
24.4 cm. (6 15/16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. 
(8 1/2 by 11 inch) drawing sheets. 
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(x) Holes. No holes should be made by applicant in the 
drawing sheets. 

(See § 1.152 for design drawings, § 1.165 for plant drawings, 
and § 1.174 for reissue drawings.) 

14. Section 1.96 is revised to read as follows: 


§ 1.96 Submission of computer program listings. 


(a) General. Descriptions of the operation and general con- 
tent of computer program listings should appear in the descrip- 
tion portion of the specification. A computer program listing 
for the purpose of this section is defined as a printout that lists 
in appropriate sequence the instructions, routines, and other 
contents of a program for a computer. The program listing may 
be either in machine or machine-independent (object or source) 
language which will cause a computer to perform a desired 
procedure or task such as solve a problem, regulate the flow 
of work in a computer, or control or monitor events. Computer 
program listings may be submitted in patent applications as set 
forth in hs (b) and (c) of this section. 

(b) Material which will be printed in the patent. If the com- 
puter program listing is contained on ten printout pages or 
less, it must be submitted either as drawings or as part of the 
specification. 

(1) Drawings. If the listing is submitted as drawings, it must 
be submitted in the manner and complying with the require- 
ments for drawings as provided in § 1.84. At least one figure 
numeral is required on each sheet of drawing. 

(2) Specification. 

(i) If the listing is submitted as part of the specification, it 
must be submitted in accordance with the provisions of § 1.52, 
at the end of the description but before the claims. 

(ii) Any listing submitted as part of the specification must 
be direct printouts (i.e., not copies) from the computer’s printer 
with dark solid black letters not less than 0.21 cm. high, on 
white, unshaded and unlined paper, and the sheets should be 
submitted in a protective cover. Any amendments must be 
made by way of submission of substitute sheets. 

(c) As an appendix which will not be printed. If a computer 
program listing printout is eleven or more pages long, applicants 
must submit such listing in the form of microfiche, referred to 
in the specification (see § 1.77(a)(6)). Such microfiche filed 
with a patent application is to be referred to as a “microfiche 
appendix.” The “microfiche appendix” will not be part of the 
printed patent. Reference in the application to the “microfiche 
appendix” must be made at the beginning of the specification 
at the location indicated in § 1.77(a)(6). Any amendments 
thereto must be made by way of revised microfiche. 

(1) Availability of appendix. Such computer program listings 
on microfiche will be available to the public for inspection, 
and microfiche copies thereof will be available for purchase 
with the file wrapper and contents, after a patent based on such 
application is granted or the application is otherwise made 
publicly available. 

(2) Submission requirements. Except as modified or clarified 
in this paragraph (c)(2), computer-generated information sub- 
mitted as a “microfiche appendix” to an application shall be 
in accordance with the standards set forth in 36 CFR Part 1230 
(Micrographics). 

(i) Film submitted shall be a first generation (camera film) 
negative appearing microfiche (with emulsion on the back side 
of the film when viewed with the images right-reading). 

(ii) Reduction ratio of microfiche submitted should be 24:1 
or a similar ratio where variation from said ratio is required in 
order to fit the documents into the image area of the microfiche 
format used. 

(iii) At least the left-most third (50 mm. x 12 mm.) of the 
header or title area of each microfiche submitted shall be clear 
or positive appearing so that the Patent and Trademark Office 
can apply an application number and filing date thereto in an 
eye-readable form. The middle portion of the header shall be 
used by applicant to apply an eye-readable application identifi- 
cation such as the title and/or the first inventor’s name. The 
attorney’s docket number may be included. The final right-hand 
portion of the microfiche shall contain sequence information for 
the microfiche, such as 1 of 4, 2 of 4, etc. 

(iv) Additional requirements which apply specifically to 
microfiche of filmed paper copy: 
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(A) The first frame of each microfiche submitted shall contain 
a test target. 

(B) The second frame of each microfiche submitted must 
contain a fully descriptive title and the inventor’s name as filed. 

(C) The pages or lines appearing on the microfiche frames 
should be consecutively numbered. 

(D) Pagination of the microfiche frames shall be from left 
to right and from top to bottom. 

(E) At a reduction of 24:1, resolution of the original micro- 
film shall be at least 120 lines per mm. (5.0 target). 

(F) An index, when included, should appear in the last frame 
(lower right-hand corr-r when data is right-reading) of each 
microfiche. 

(v) Microfiche generated by Computer Output Microfilm. 

(A) The first frame of each microfiche submitted should 
contain a resolution test frame. 

(B) The second frame of each microfiche submitted must 
contain a fully descriptive title and the inventor’s name as filed. 

(C) The pages or lines appearing on the microfiche frames 
should be consecutively numbered. 

(D) It is preferred that pagination of the microfiche frames 
be from left to right and top to bottom but the alternative, i.e., 
from top to bottom and from left to right, is also acceptable. 

(E) An index, when included, should appear on the last frame 
(lower right-hand corner when data is right-reading) of each 
microfiche. 

15. Section 1.97 is amended by revising paragraphs (a) 
through (d) to read as follows: 


§ 1.97 Filing of information disclosure statement. 


(a) In order for an applicant for a patent or for a reissue 
of a patent to have an information disclosure statement in 
compliance with § 1.98 considered by the Office during the 
pendency of the application, it must satisfy paragraph (b), (c), 
or (d) of this section. 

(b) An information disclosure statement shall be considered 
by the Office if filed by the applicant: 

(1) Within three months of the filing date of a national 

lication; 

(2) Within three months of the date of entry of the national 
stage as set forth in § 1.491 in an international application; or 

(3) Before the mailing date of a first Office action on the 
merits, whichever event occurs last. 

(c) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (b) of this section, provided that the statement is 
accompanied by either a certification as specified in paragraph 
(e) of this section or the fee set forth in § 1.17(p), and is filed 
before the mailing date of either: 

(1) A final action under § 1.113; or 

(2) A notice of allowance under § 1.311, whichever occurs 
first. 

(d) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (c) of this section, provided that the statement is 
filed on or before payment of the issue fee and is accompanied 


by: 
(1) A certification as specified in paragraph (e) of this section; 
(2) A petition requesting consideration of the information 
disclosure statement; 
(3) The petition fee set forth in § 1.17(). 


16. Section 1.107 is amended by revising paragraph (a) to 
read as follows: 


§ 1.107 Citation of references. 


(a) If domestic patents are cited by the examiner, their num- 
bers and dates, and the names of the patentees must be stated. 
If foreign published applications or patents are cited, their 
nationality or country, numbers and dates, and the names of 
the patentees must be stated, and such other data must be 
furnished as may be necessary to enable the applicant, or in 
the case of a reexamination proceeding, the patent owner, to 
identify the published-applications or patents cited. In citing 
foreign published applications or patents, in case only a part 
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of the document is involved, the particular pages and sheets 
containing the parts relied upon must be identified. If printed 
publications are cited, the author (if any), title, date, pages or 
plates, and place of publication, or place where a copy can be 
found, shall be given. 


17. Section 1.110 is revised to read as follows: 


§ 1.110 Inventorship and date of invention of the subject 
matter of individual claims. 


When more than one inventor is named in an application or 
patent, the Patent and Trademark Office, when necessary for 
purposes of an Office proceeding, may require an applicant, 
patentee, or owner to identify the inventive entity of the subject 
matter of each claim in the application or patent. Where appro- 
priate, the invention dates of the subject matter of each claim 
and the ownership of the subject matter on the date of invention 
may be required of the applicant, patentee or owner. See also 
§§ 1.78(c) and 1.130. 

18. A new § 1.130 is added after the undesi center 
heading “Affidavits Overcoming Rejections” to read as fol- 
lows: 


§ 1.130 Affidavit or declaration to disqualify commonly 
owned patent as prior art. 


(a) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 103 in view of a 
U.S. patent which is not prior art under 35 U.S.C. 102(b), and 
the inventions defined by the claims in the application or patent 
under reexamination and by the claims in the patent are not 
identical but are not patentably distinct, and the inventions are 
owned by the same party, the applicant or owner of the patent 
under reexamination may disqualify the patent as prior art. The 
patent can be disqualified as prior art by submission of: 

(1) A terminal disclaimer in accordance with § 1.321(c), 


and 

(2) An oath or declaration stating that the application or 
patent under reexamination and the patent are currently owned 
by the same party, and that the inventor named in the application 
or patent under reexamination is the prior inventor under 35 
US.C. 104. 

(b) When an application or a patent under reexamination 
claims an invention which is not patentably distinct from an 
invention claimed in a commonly owned patent with the same 
or a different inventive entity, a double patenting rejection will 
be made in the application or a patent under reexamination. A 
judicially created double patenting rejection may be obviated 
by filing a terminal disclaimer in accordance with § 1.321(c). 

19. Section 1.131 is amended by revising paragraph (a) to 
read as follows: 


§ 1.131 Affidavit or declaration of prior invention to over- 
come cited patent or publication. 


(a)(1) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 102(a) or (e), or 35 
U.S.C. 103 based on a U.S. patent to another or others which 
is prior art under 35 U.S.C. 102(a) or (e) and which substantially 
shows or describes but does not claim the same patentable 
invention, as defined in § 1.601(n), or on reference to a foreign 
patent or to a printed publication, the inventor of the subject 
matter of the rejected claim, the owner of the patent under 
reexamination, or the party qualified under §§ 1.42, 1.43, or 
1.47, may submit an iate oath or declaration to overcome 
the patent or publication. oath or declaration must include 
facts showing a completion of the invention in this country or 
in a NAFTA or WTO member country before the filing date 
of the application on which the U.S. patent issued, or before 
prc mh man a Re a em 
publication. When an appropriate oath or declaration is made, 
the patent or publication cited shall not bar the grant of a patent 
to the inventor or the confirmation of the patentability of the 
claims of the patent, unless the date of such patent or printed 
publication is more than one year prior to the date on which 
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the inventor’s or patent owner’s application was filed in this 
country. 

(2) A date of completion of the invention may not be estab- 
lished under this section before December 8, 1993, ina NAFTA 
country, or before January 1, 1996, in a WTO member country 
other than a NAFTA country. 


20. Section 1.132 is revised to read as follows: 


§ 1.132 Affidavits or declarations traversing grounds of 
rejection. 


When any claim of an application or a patent under reexami- 
nation is rejected on reference to a U.S. patent which substan- 
tially shows or describes but does not claim the same patentable 
invention, as defined in § 1.601(n), on reference to a foreign 
patent, on reference to a printed publication, or on reference 
to facts within the personal knowledge of an ae a of the 
Office, or when rejected upon a mode or capability of operation 
attributed to a reference, or because the alleged invention is 
held to be inoperative, lacking in utility, frivolous, or injurious 
to public health or morals, affidavits or declarations traversing 
these references or objections may be received. 

21. Section 1.154 is revised to read as follows: 


§ 1.154 Arrangement of specification. 


(a) The elements of the design application, if applicable, 
id appear in the following order: 

(1) Design Application Transmittal Form. 

(2) Fee Transmittal Form. 

(3) Preamble, stating name of the applicant and title of the 
design. 
(4) Cross-reference to related applications. 

(5) Statement regarding federally sponsored research or 
development. 

(6) Description of the figure or figures of the drawing. 

(7) Feature Description. 

(8) A single claim. 

(9) Drawings or hs. 

(10) Executed oath or declaration (See § 1.153(b)). 

(b) [Reserved] 

22. Section 1.163 is amended by adding new paragraphs (c) 
and (d) to read as follows: 


§ 1.163 Specification. 


(c) The elements of the plant application, if applicable, should 
in the following 

(1) Plant Application Transmittal Form. 

(2) Fee Transmittal Form. 

(3) Title of the invention. 

(4) Cross-reference to related applications. 

(5) Statement regarding federally sponsored research or 
development. 
(6) Background of the invention. 

(7) Brief summary of the invention. 

(8) Brief description of the drawing. 

(9) Detailed Botanical Description. 

(10) A single claim. 

(11) Abstract of the Disclosure. 

(12) Drawings (in duplicate). 

(13) Executed oath or declaration. 

(14) Plant color coding sheet. 

(d) A plant color coding sheet as used in this section means 
a sheet that specifies a color coding system as designated in a 
color dictionary, and lists every plant structure to which color 
is a distinguishing feature and the corresponding color code 
which best represents that plant structure. 

23. Section 1.291 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.291 Protests by the public against pending applications. 


(a) Protests by a member of the public against pending app 
cations will be referred to the examiner aes 
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subject matter involved. A protest specifically identifying the 
application to which the protest is directed will be entered in 
the application file if: 

(1) The protest is submitted prior to the mailing of a notice 
of allowance under § 1.311; and 

(2) The protest is either served upon the applicant in accor- 
dance with § 1.248, or filed with the Office in duplicate in the 
event service is not possible. 

(b) Protests raising fraud or other inequitable conduct issues 
will be entered in the application file, generally without com- 
—_ on those issues. Protests which do not adequately identify 

pending patent application will be returned to the protestor 
a will not be further considered by the Office. A protest 
submitted in accordance with the second sentence of paragraph 
(a) of this section will be considered by the Office if the 
application is still pending when the protest and application 
file are brought before the examiner and it includes: 

(1) A listing of the patents, publications, or other information 
relied upon; 

(2) A concise explanation of the relevance of each listed 
item; 

(3) A copy of each listed patent or publication or other item 
of information in written form or at least the pertinent portions 
thereof; and 

(4) An English language translation of all the necessary and 
pertinent parts of any non-English language patent, publication, 
or other item of information in written form relied upon. 


eee 


24. Section 1.292 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.292 Public use proceedings. 


(a) When a petition for the institution of public use proceed- 
ings, by affidavits or declarations is found, on refer- 
ence to the examiner, to make a prima facie showing that the 
invention claimed in an application believed to be on file had 
been in public use or on sale more than one year before the 
filing of the application, a hearing may be had before the 
Commissioner to determine whether a public use proceeding 
should be instituted. If instituted, the Commissioner may desig- 
nate an appropriate official to conduct the public use pro- 
ceeding, including the setting of times for taking testimony, 
which shall be taken as provided by §§ 1.671 through 1.685. 
The petitioner will be heard in the proceedings but after decision 
therein will not be heard further in the prosecution of the 
application for patent. 

(b) The petition and accompanying papers, or a notice that 
-_ . petition has been filed, shall be entered in the application 

e if: 

: My The petition is accompanied by the fee set forth in § 
-17Q); 

(2) The petition is served on the applicant in accordance 
with § 1.248, or filed with the Office in duplicate in the event 
service is not possible; and 

(3) The petition is oe prior to the mailing of a notice 
of allowance under § 1.311 


eeees 
25. Section 1.315 is revised to read as follows: 
§ 1315 Delivery of patent. 


The patent will be delivered or mailed upon issuance to the 
mce address of record. See § 1.33(a). 
26. Section 1.321 is amended by revising paragraph (c) to 
read as follows: 


§ 1.321 Statutory disclaimers, including terminal dis- 
claimers. 
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(c) A terminal disclaimer, when filed to obviate a judicially 
created double patenting pons in a patent application or in 
a reexamination proceeding, m 

(1) Comply with the ssouiems ‘of paragraphs (b)(2) through 
(b)(4) of this section; 

(2) Be signed in accordance with paragraph (b)(1) of this 
section if filed in a patent application or in accordance with 
paragraph (a)(1) of this section if filed in a reexamination 

roceeding; an 

(3) Include a provision that any patent granted on that = 
cation or any patent subject to the reexamination 
shall be enforceable only for and during such period that said 
patent is commonly owned with the application or patent which 
formed the basis for the rejection. 

27. Section 1.497 is revised to read as follows: 


§ 1.497 Oath or declaration under 35 U.S.C. 371(c)(4). 


(a) When an applicant of an international application desires 
to enter the national stage under 35 U.S.C. 371 pursuant to §§ 
1.494 or 1.495, he or she must file an oath or declaration that: 

(1) Is executed in accordance with either §§ 1.66 or 1.68; 

(2) Identifies the specification to which it is directed; 

(3) Identifies each inventor and the country of citizenship 
of each inventor; and 

(4) States that the person making the oath or declaration 
believes the named inventor or inventors to be the original and 
first inventor or inventors of the subject matter which is claimed 
and for which a patent is sought. 

(b) (1) The oath or declaration must be made by all of the 
actual inventors except as provided for in §§ 1.42, 1.43 or 
1.47. 

(2) If the person making the oath or declaration is not the 
inventor, the oath or declaration shall state the relationship of 
the person to the inventor, the facts required by §§ 1.42, 1.43 
or 1.47, and, upon information and belief, the facts which the 
inventor would have been required to state. 

(c) If the oath or declaration meets the requirements of para- 
graphs (a) and (b) of this section, the oath or declaration will 

accepted as complying with 35 U.S.C. 371(c)(4) and §§ 
u .494(c) or 1.495(c). However, if the oath or declaration does 
not also meet the requirements of § 1.63, a supplemental oath 
or declaration in compliance with § 1.63 will be required in 
accordance with § 1.67. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


August 13, 1996 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1, Part 5 and Part 10 
[Docket No. 920779-3226] 

RIN 0651-AA34 


Miscellaneous Changes in Patent Practice 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 
Summary: The Patent and Trademark Office (Office) is 
pst the rules of practice in patent cases to: expand the 
authority to sign a terminal disclaimer in a patent application 
or a disclaimer in a patent; eliminate some formal requirements 
for an brief for an appellant appearing without counsel; 
prohibit fee extensions of time to file reply briefs and requests 
for oral hearing; clarify the requirements for claiming foreign 
priority; specify the manner in which the fee deficiency is 
ted when applicants seek to correct an error in claiming 
small entity status; and correct errors in published regulations. 
Effective Date: Jan. 3, 1994. The time periods and extension 
of time provisions of §§ 1.193 and 1.194 for filing reply briefs 
and requests for oral hearing will be applicable where the 
examiner’s answer was mailed on or after the effective date. 
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For Further Information Contact: Abraham Hershkovitz by 
telephone at (703) 305-9282, or by facsimile transmission at 
(703) 305-8825, or by mail marked to his attention and 
addressed to: Office of the Assistant Commissioner for Patents, 
Box DAC, Washington, D.C. 20231. 
Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register at 57 FR 43412 (Sep- 
tember 21, 1992) and in the Patent and Trademark Office 
Official Gazette at 1143 Off. Gaz. Pat. Office 33-40 (October 
13, 1992), the Office proposed to amend several rules of practice 
in patent and trademark cases. This rulemaking includes 
changes in § 1.9(d) which were not part of the proposed rules. 
The changes in § 1.9(d) were made in order to update the 
information pertaining to establishing small entity status as a 
small business. No substantive changes have been made in § 
1.9(d). The proposed rule requiring that the specification of a 
design application describe the nature and intended use of the 
article being claimed has been withdrawn. Additionally, the 
proposed rule prohibiting a fee extension of time to file cor- 
rected drawings after allowance has been withdrawn. 

Written comments were submitted by 13 firms, one associa- 
tion and one individual. An oral hearing was not conducted. 

The following includes a discussion of the rules being 
changed and the reasons for those changes and an analysis of 
the comments received in response to the notice of proposed 
rulemaking. 


Discussion of Specific Sections to be Changed or Added: 
(1) Definitions (Section 1.9) 


Section 1.9(d) is amended in order to update the information 
therein regarding the regulations of the Small Business Admin- 
istration (SBA). The SBA’s rule for defining a small business 
has been modified. Section 1.9(d) = no longer repeat the 
SBA rule in its entirety. Rather, § 1.9( 9(d), as adopted, contains 
a short summary of the SBA definitions. The size limit of 500 
employees (including those of its affiliates) for a small business 
concern has not been changed. Information on size standards 
for a small business concern may be obtained from the Small 
Business Administration by calling (202) 205-6618, or by 
writing to: Small Business Administration, Size Standards 
Staff, 409 Third Street, S.W., Washington, D.C. 20416. 


(2) Copies of Papers (Section 1.13) 


Section 1.13(a) is amended to clarify that the paragraph 
pertains to non-certified copies, and that copies of patents, 
trademark registrations and other papers within the jurisdiction 
of the Office, as opposed to being within the jurisdiction of 
another agency, may be obtained from the Office upon payment 
of the fee therefor. 

Section 1. 13(b) i is amended to clarify that certified copies 
of the above items may be obtained from the Office upon 
payment of the fee for a certified copy. 


(3) Patent Applications Preserved in Secrecy (Section 1.14) 


Section 1.14(b) is amended to correct a typo ical error 
in that the second and third sentences of this section were 
inadvertently deleted during an earlier revision of this section. 
See 50 Fed. Reg. 9378 (March 7, 1985) and 1053 Off. Gaz. 
Pat. Office 10-26 (April 2, 1985). Section 1.14(b) is amended 
by restoring the deleted sentences and by changing, in the first 
sentence, the plural “applicants” to the singular “applicant”. 


(4) Effect on Fees of Failure to Establish Status, or Change 
Status, as Small Entity (Section 1.28) 


Section 1.28(c) is amended to reflect Office practice in calcu- 
lating fee deficiencies when fees have been improperly paid 
as a small entity. The Office receives deficiency payments 
that differ based on varying interpretations of § 1.28(c). Some 
simply double the small entity fee in effect when the fee was 
originally paid in error in the small entity amount, while others 
compute the difference between the fee already paid and the 
other than small entity fee level in effect at the time the defi- 
ciency is paid. The Office requires payments to be based on 
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fee levels in effect at the time the other than small entity fee 
is paid. 

Since 1989, fee levels have been adjusted annually. In view 
of these adjustments, there are frequently situations where the 
fee amount has changed since it was originally paid erroneously 
at the small entity rate. Calculation of deficiency amounts based 
on fee levels in effect at the time the deficiency is paid conforms 
with the general concept that fees to be paid are those in effect 
at the time of receipt of the fees. Section 1.28(c) is amended 
to reflect this practice of calculating the amount of the defi- 
ciency based on the fee level in effect at the time of the defi- 


ciency payment. 
(5) Claim for Foreign Priority (Section 1.55) 


Section 1.55(a) is amended to incorporate the limitations of 
35 U.S.C. 119, which provides that the claim for priority and 
the appropriate copy of the foreign application must be filed 
before the patent is granted. Additionally, some applicants did 
not realize that submission of priority papers after payment of 
the issue fee, but before the grant of the patent, required the 
filing of a petition to accept submission of priority papers after 
payment of the issue fee. After a patent is granted, applicants 
may still be able to establish priority benefits by filing a reissue 
application to correct the failure to perfect the claim for priority. 
Brenner v. State of Israel, 400 F.2d 789, 158 USPQ 584 (D.C. 
Cir. 1968). Section 1.55(a) lists separately those instances when 
priority documents must be filed prior to payment of the issue 
fee to receive the benefit of the filing date of a prior foreign 
application. Furthermore, § 1.55(a) is amended to clarify when 
a verified English language translation of priority application 
not in the English language must be filed and to require a 
statement from the translator that the translation of the priority 
document is accurate. Krenitsky v. Utagawa, 215 USPQ 713 
(Comm’r Pat. 1981). 


(6) Claiming Benefit of Earlier Filing Date and Cross Refer- 
ences to other Applications (Section 1.78) 


Section 1.78(a) is amended to correct a typographical error. 
In the reference to the fee in § 1.21(1), the letter (1) should 
have appeared instead of the numeral (1). Section 1.78(a) is 
further amended to be consistent with § 1.5(a), by permitting 
the identification of the prior application by application number 
or serial number and filing date. 


(7) Prohibition of Fee Extensions of Time (Section 1.136(a)) 


Section 1.136(a) is amended by adding two additional situa- 
tions in which applicants would no longer be able to use fee 
extensions. Section 1.136(a) is rearranged so that referenced 
sections appear in numerical order. The new prohibitions will 
apply to situations where the request to extend the time is: (1) 
to permit filing reply briefs under § 1.193(b); and (2) to permit 
filing requests for oral hearing under § 1.194(b) before the 
Board of Patent Appeals and Interferences (Board). Fee exten- 
sions of time to file reply briefs or requests for oral hearing 
delay transfer of jurisdiction of the appeal to the Board and 
unnecessarily delay final disposition of the appeal. 

The Office has considered changing the practice to require 
payment of the fee and filing the request for an extension of 
time before the period set for response expires in the situations 
addressed in this rulemaking, but did not adopt that approach 
because of the complexity that it would introduce into the 
system. 

Under the previous rules, applicants could request a max- 
imum four-month extension of time under § 1.136(a) to file 
reply briefs or request oral hearings. Since the backlog of 
cases awaiting a decision by the Board has been reduced, these 
extension requests have resulted in unnecessary delays in trans- 
mitting appeals to the Board and increased pendency of applica- 
tions. The periods specified in1.193(b) and 1.194(b), as 
adopted, are considered sufficient to file a reply brief or request 
an oral hearing. Extensions of time for cause may be available 
under § 1.136(b). Therefore, § 1.136(a) is amended to prohibit 
fee extensions of time to file a reply brief or request an oral 
hearing. 
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(8) Appeal to the Board of Patent appeals and Interferences 
(Section 1.191) 


Section 1.191(d) is amended to be consistent with the changes 
to 1.136(a). 


(9) Appellant’s Brief (Section 1.192) 


Sections 1.192(a) and (d) are amended by moving the last 
sentence of current § 1.192(d) to § 1.192(a) to highlight that 
the Board may refuse consideration of any arguments or authori- 
ties not included in the brief. 

Section 1.192(c) is amended to eliminate some of the formal 
requirements for an appeal brief for a pro se appellant, that is, 
an appellant appearing without counsel. An appellant appearing 
without counsel means there is no attorney or agent of record 
in the application or reexamination proceeding, the brief was 
not prepared by a registered practitioner, and the brief was not 
signed by a registered practitioner. Paragraph (c) is amended 
to allow a pro se appellant’s brief to be accepted provided it 
is at least in substantial compliance with the requirements of 
subparagraphs (1), (2), (6) and (7) of paragraph (c). If a pro 
se appellant’s brief is accepted, it will be presumed that a 
rejected group of claims stand or fall together unless an argu- 
ment is included in the brief that presents reasons as to why 
appellant considers one or more claims in the rejected group 
of claims to be separately patentable from the other claims in 


the group. 
(10) Examiner’s Answer (Section 1.193) 


Section 1.193(b) is amended to clarify the consequence of 
failure to file a reply brief in response to an expressly stated 
new ground of rejection made in an examiner’s answer. The 
failure to file a reply brief will result in dismissal of the appeal 
as to the claims made subject to the expressly stated new ground 
of rejection. If the dismissal of the appeal applies to all claims in 
the application, the application will be abandoned. Additionally, 
this section is amended to change the period for filing a reply 
brief to two months from the date of the examiner’s answer, 
regardless of whether the examiner’s answer includes a new 
ground of rejection. The change to two months will avoid 
confusion in those cases in which there is a disagreement as 
to whether the examiner’s answer in fact states a new ground 
of rejection and will provide an adequate period of time to file 
a reply brief without the need to request an extension of time. 
Finally, this section is amended to be consistent with the 
changes to § 1.136(a). 


(11) Oral Hearing (Section 1.194) 


Section 1.194(b) is amended to be consistent with the changes 
to 1.136(a). Under the previous rule, if a new ground of rejection 
was made in an examiner’s answer, two months were permitted 
for filing a reply brief and, if a reply brief was filed, an applicant 
was permitted three months after the date of filing a reply brief 
to file a request for an oral hearing. In order to provide a more 
consistent approach vis-a-vis time periods for filing reply briefs 
and requests for oral hearing and to permit earlier decisions of 
issues on appeal, the period for filing a request for oral hearing 
has been changed to two (2) months from the date of an exam- 
iner’s answer, regardless of whether the examiner’s answer 
includes a new ground of rejection. This period should be 
sufficient to request an oral hearing without the need to request 
an extension of time. 


(12) Decision by the Board of Patent Appeals and Interfer- 
ences (Section 1.196) 


Section 1.196(f) is amended to refer to § 1.550(c) for exten- 
sions of time in reexamination proceedings. 


(13) Action Following Decision (Section 1.197) 


Section 1.197(b) is amended to refer to § 1.550(c) for exten- 
sions of time in reexamination proceedings. 


(14) Amendments After Allowance (Section 1.312) 
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Section 1.312(b) is amended to clarify that the fee required 
for a petition under this section is that specified in § 1.17(i)(1). 


(15) Statutory Disclaimers, Including Terminal Disclaimers 
(Section 1.321). 


The title of section 1.321 is amended to clarify that this 
section applies to terminal disclaimers, as well as to statutory 
disclaimers in general. Section 1.321 is further amended to 
permit the signing of a disclaimer in a patent by the patentee, 
or an attorney or agent of record, whereas, persons permitted 
to sign a disclaimer in a patent application will be any person 
specified in § 1.33(a)(1)-(4). The person signing the disclaimer 
must state the present extent of the disclaiming party’s (i.e., 
patentee’s or assignee’s) interest in the patent or patent applica- 
tion. Naturally, a disclaimer signed on behalf of a party who 
no longer has an ownership interest in the patent or patent 
application cannot be accepted since 35 U.S.C. 253 requires a 
disclaimer to be signed by the owner of the whole or any 
sectional interest in the patent or patent application. 

Section 253 of Title 35 of the United States Code states that 
disclaimer of any complete claim in a patent may be made by the 
patentee. Furthermore, any terminal part of the patent granted or 
to be granted may be disclaimed by the patentee, or applicant, 
respectively. It was the recent policy of the Office to accept 
disclaimers only if signed by the owner of record. This policy 
was too restrictive in that it precluded authorized patent prac- 
titioners from signing disclaimers. Furthermore, it was often 
difficult to ascertain whether the person signing was in fact an 
officer of the entity owning rights to the application. Accord- 
ingly, the rules as adopted, permit an attorney or agent of record 
to sign terminal disclaimers. 

If the patent or patent application is assigned to an organiza- 
tion, such as a corporation, partnership, university, Government 
agency, or similar entity, and the disclaimer is signed by the 
assignee, the assignee must comply with § 3.73(b). See “Taking 
Action in a Patent Matter Before the Office by the Assignee 
under 37 CFR 3.73”, at 1150 Off. Gaz. Pat. Office 62 (May 
25, 1993). However, the rules, as adopted, permit an attorney 
or agent of record to sign a terminal disclaimer without the 
need to comply with § 3.73(b). Paragraph (a) of this section 
is further amended to refer only to disclaimers filed in patents. 
The Office does not record a disclaimer of part of a claim or 
claims. Hence, paragraph (a) of this section is amended to 
indicate that a disclaimer which does not disclaim a complete 
claim or claims will be refused recordation, rather than “may 
be refused recordation” as the rule read previously. 

Paragraph (b) of this section is amended to refer only to 
terminal disclaimers filed in a patent application. Section 
1.321(b) is also amended to include a reminder that the dis- 
claimer is binding upon the grantee and its successors or assigns. 

Paragraph (c) of this section incorporates the language of 
former paragraph (b) of this section concerning terminal dis- 
claimers to obviate a double patenting rejection. This paragraph 
also includes reference to terminal disclaimers filed in reexami- 
nation proceedings for the same purpose. 


(16) Publication of Notice of Proposed Amendments (Section 
1.352(a)) 


Section 1.352(a) is amended to delete the language “and in 
other cases whenever practicable” so that the Office may engage 
in expedited rulemaking when publication of a notice of pro- 
posed amendments to regulations is not required by law. 


(17) Time for Payment of Maintenance Fees (Section 1.362) 


Section 1.362 is amended to clarify applicability and due 
dates for payment of maintenance fees. Paragraph (c)(3) of 
§ 1.362 indicates that the actual filing date of a continuing 
application determines applicability of maintenance fees, while 
paragraph (c)(4) indicates that in the case of a reissue applica- 
tion, the filing date of the original non-reissue application deter- 
mines applicability of maintenance fees. Some patentees and 
patent practitioners expressed confusion with respect to applica- 
bility of maintenance fees in the case of a continuing application 
of a reissue application. Uncertainty has been expressed as to 
whether this type of application would fall within 
(c) (3) or (c) (4). The amendment to 1.362(c)(4) clarifies that 
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continuing reissue application of a reissue application is subject 
to maintenance fees only if the original (non-reissue) patent 
would be subject to such fees. These amendments also remove 
any confusion that may have existed with regard to the due 
dates for payment of maintenance fees in reissued patents by 
adding § 1.362(h) to specify that the due dates for payment of 
maintenance fees in such reissued patents are computed from 
the date of grant of the original (non-reissue) patent. The due 
dates for payment of maintenance fees in a reissued patent are 
computed from the date of grant of the original (non-reissue) 
patent. Note the distinction between a continuing reissue appli- 
cation of a reissue application, and a regular continuing applica- 
tion of a reissue application as discussed In re Bauman, 683 
F.2d 405, 214 USPQ 585 (CCPA 1982). 

In a notice entitled “Revision of Patent and Trademark Fees” 
published in the Federal Register at 56 FR 65142 (December 
13, 1991), the Office announced an amendment to its rules of 
practice. Included in that notice was a change to paragraph (e) 
of § 1.362 which was not intended. See 56 FR at 65146. The 
portion of paragraph (e) which was not intended to be amended 
is changed back to its earlier version. 


(18) Request by Applicant for Interference With Patent (Sec- 
tion 1.6077) 


Section 1.607(a)(5) (i) is amended to correct a typographical 
error in the spelling of the word “count”. 


(19) Export of Technical data (Section 5.19) 


Section 5.19(a) is amended to correct the citations set forth 
in the rule and to update the name of the office in the Department 
of Commerce. 


(20) Sharing legal fees (Section 10.48) 


Section 10.48(b) is amended to correct a typographical error 
in the spelling of the word “deceased”. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 


Comment: One comment inquired as to why the phrase by 
“serial number and filing date” was used in § 1.78(a), where 
as the phrase “application number (consisting of the series code 
and serial number, e.g., 07/123,456), or the serial number and 
filing date” was used in § 1.5(a). 

Response: The inconsistency has been removed by having 
section 1.78(a) changed to use terminology consistent with § 
1.5(a). 

Comment: A number of comments directed to § 1.85(c) 
expressed concern that applications would become abandoned 
as a result of the that fee extensions of time under § 
1.136(a) could not be obtained for filing corrected drawings. 

Response: The proposal that fee extensions of time under § 
1.136(a) not be permitted for filing corrected drawings has 
been withdrawn. 

Comment: Regarding § 1.85(c), one comment recommended 
that the Notice of Draftman’s Patent Drawing Review (PTOL- 
948) include seperate boxes for each drawing objection (e.g., 
a seperate box for each of “pale,” “rough,” “blurred,” and 
“jagged”); that drafting personnel be better trained to more 
completely communicate the objection to any particular 
drawing; and that the Notice of Allowability indicate for which 
specific figure formal drawings are required. 

Response: The proposed rule changed to § 1.85(c) has been 
withdrawn. Questions concerning the Notice of Draftman’s 
Patent Drawing Review may be referred to the Official Draf- 
tman at (703) 305-8335, and questions concerning any require- 
ment on a Notice of Allowability should be directed to the 
examiner. 

Comment: Regarding §§ 1.153 and 1.154, a number of com- 
ments objected to the proposed requirement that the specifica- 
tion of a design application contain a statement of the nature 
and intended use of the article claimed. 
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Response: The tule change regarding §§ 1.153 and 
1.154 has been withdrawn. The Office will continue its current 
practice of mailing a request for information where the nature 
~ intended use of the article is not evident in the application 

e. 

Comment: Regarding § 1.153, one comment stated that the 
language of the proposed rule is unclear as to whether an 
abstract is required. The comment recommended that the Office 
should require an abstract and require it to provide the necessary 
information. 

Response: As discussed above, the proposed rule change 
regarding §§ 1.153 and 1.154 has been withdrawn. The present 
rules do not require an Abstract. Suggestions concerning this 
a ee 


Comment: Regarding §§ 1.193(b) and 1.194(b), one comment 
opposed the elimination of fee extensions in the filing of reply 
briefs and requests for oral hearings, as one month, while often 
a sufficient time to file a reply brief, is insufficient where 
counsel must communicate with a patent department or foreign 
applicants, especially where there is a delay between the time 
the Office mails the communication and it is received by 
counsel. 

Response: The period for filing a reply brief or request for 
oral hearing has been changed to two months from the date of 
the examiner’s answer. The period was extended to two months 
in this rulemaking, as adopted, to provide appellants adequate 
time to take iate action, and to provide a uniform period 
in the rules to file a reply brief or request an oral hearing. 
Extensions of time for cause under § 1.136(b) will be available 
for those rare situations when an extension is necessary. 

Comment: Regarding §§ 1.193(b) and 1.194(b), one comment 
opposed the elimination of fee extensions in the filing of reply 
briefs and requests for oral hearings, as a one-month period 
for response is insufficient for sole practitioners and persons 
who do not maintain offices for the sole purpose of responding 
to Office communications. 

Response: As discussed above, the period for filing a reply 
brief or request for oral hearing has been changed to two months 
from the date of the examiner’s answer. This two-month period 
should be an adequate period of time for filing a reply brief 
or a request for an oral hearing. Extensions of time for cause 
under § 1.136(b) will be available for those rare situations 
when an extension is nece: 

Comment: Regarding §§ 1. 193(b) and 1.194(b), one comment 
deemed it reasonable and necessary that the Board have at its 
disposal all possible arguments. The refusal to enter a reply 
brief was characterized as an impediment to a decision based 
upon a complete record. Additionally, the comment argued that 
the refusal to enter a reply brief would result in attempts to 
enter the arguments under another guise, such as during oral 
argument or by filing a memorandum of oral argument. 

Response: An appellant should present all arguments for 
patentability in the appeal brief. A reply brief should not be 
necessary to present a complete record, and would be inappro- 
priate except in those case where the examiner has introduced 
a new point of argument or new ground of rejection in the 
examiner’s answer. 

Comment: Regarding §§ 1.193(b) and 1 194(b), one comment 
noted that fee extensions for filing reply briefs and requests 
for oral hearings do not create any more of a delay in the final 
disposition of an appeal than a fee extension for filing the 
Notice of Appeal or the brief in support of the appeal. 

Response: The comment reflects a misunderstanding of the 

process and the handling of applications in which an 
appeal has been filed. Under the existing rules before this 
rulemaking, appellants were able, with the maximum four- 
month fee extension, to file reply briefs or request oral hearings 
up to six months after an examiner’s answer. As a result, appeals 
otherwise ready for a decision were either held in the examining 
group for that period of time before transmittal to the Board 
or when transmitted to the Board earlier, were occasionally 
acted upon by a Board panel before the reply briefs or requests 
for oral hearing were filed, requiring the Board to vacate its 
decision. As the backlog of appeals awaiting a decision by the 
Board has been reduced, retaining applications in the examining 
group has resulted in unnecessarily prolonging the pendency 
of applications. Under the rules as adopted, appellants are gener- 
ally given more time (two months instead of one month) to 
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file a reply brief or request an oral hearing, and the Office 
minimizes the delay necessary before transmitting the appeal 
to the Board for decision. 

Comment: Regarding § 1.193(b), one comment stated that 
an appeal should not be dismissed for failure to file a reply 
brief to a new ground of rejection made in the examiner’s 
answer, unless the examiner’s answer expressly states that there 
is a new ground of rejection. The comment suggests that this 
rule should recite “If the examiner’s answer expressly states a 
new ground of rejection is being made....” 

Response: The proposal has been adopted to the extent that 
the final rule, as adopted, states “If the examiner’s answer 
expressly states that it includes a new ground of rejection, 
appellant must file a reply thereto within two months from the 
date of such answer to avoid dismissal of the appeal as to the 
claims subject to the new ground of rejection.” 

Comment: Regarding § 1.193(b), one comment recom- 
mended that appellants should be given three months to respond 
to a new ground of rejection in an examiner’s answer, as the 
current two-month time period is inadequate, and this period 
would be equal to the period given for response to rejections 
under § 1.106. 

Response: This recommendation is not adopted. The Office 
experience has shown that the two-month period from the date 
of an examiner’s answer has been an adequate period of time 
for filing a reply brief in response to a new ground of rejection. 
Also, it is desirable to set a uniform period of time in the rules 
to file a reply brief. Extensions of time for cause under § 
1.136(b) will be available for those rare situations when an 
extension is necessary. 

Comment: One comment recommended that appellants 
should be permitted to obtain fee extensions where the exam- 
iner’s answer includes a new ground cf rejection. 

Response: This recommendation is not adopted. As indicated 
above, fee extensions for filing reply briefs have resulted in 
unnecessarily prolonging the pendency of applications. Exten- 
sions of time for cause under § 1.136(b) will be available for 
those rare situations when an extension is nece . 

Comment: Regarding §§ 1.193(b) and 1.194(b), one comment 
suggested that the rule be modified to permit the filing of a 
request for an oral hearing concurrently with a reply brief as 
one cannot appropriately determine the necessity for an oral 
hearing until a reply brief is drafted. 

Response: Under the proposed rules, the time period for 
filing a request for an oral hearing was the later of one month 
from the date of an examiner’s answer, or the date of filing a 
timely reply brief. Under the rules as adopted, an appellant has 
two months from the date of the examiner’s answer to file a 
reply brief and request an oral hearing. Therefore, a request 
for oral hearing may be filed concurrently with a reply brief. 

Comment: Regarding § 1.312, one comment recommended 
that amendments under § 1.312 be processed expeditiously, as 
the current system for the processing of such amendments is 
inadequate. 

Response: Examiners are instructed to act promptly on all 
amendments under § 1.312. Any problems should be brought 
to the attention of the Group Director. 


OTHER CONSIDERATIONS 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12291 and 12612 and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal 
impact of these changes is to permit persons other than the 
assignee of a patent application or patent to sign certain dis- 
claimers, incorporate existing Office policy into the regulations 
and eliminate the opportunity to pay for extensions of time in 
certain situations where the extensions substantially interfere 
with the efficient operation of the Office. 

The Office has determined that this rule change is not a 
major rule under Executive Order 12291. The annual effect on 
the economy will be less than $100 million. There will be no 
major increase in costs or prices for consumers; individuals; 
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industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

These rule changes contain collection-of-information 
requirements subject to the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq., which has previously been approved 
by the Office of Management and Budget under Control No. 
0651-0011. Public reporting burden for these collections of 
information is estimated to average 0.1 hours each for fee 
extensions of time under § 1.136(a), and 0.2 hours each for 
disclaimers under § 1.321, including the time for reviewing 
instructions, searching existing data sources, gathering and 
maintaining the data needed, and completing and reviewing 
the collection of information. Send comments regarding these 
burden estimates, or any other aspect of this collection of 
information, including suggestions for reducing the burden, to 
Abraham Hershkovitz, Office of the Assistant Commissioner 
for Patents, Box DAC, Washington, D.C. 20231, and to the 
Office of Information and Regulatory Affairs, Office of Man- 
agement and Budget, Washington, D.C. 20503 (ATTN: Paper- 
work Reduction Act Project No. 0651-0031). 


LIST OF SUBJECTS 
37 CFR Part 1 


Administrative practice and procedure, Freedom of informa- 
tion, Inventions and patents, Reporting and recordkeeping 
requirements. 


37 CFR Part 5 


Classified information, Exports, Foreign relations, Inven- 
tions and patents. 


37 CFR Part 10 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 

For the reasons set out in the preamble, Parts 1, 5 and 10 
of title 37 of the Code of Federal Regulations are amended as 
set forth below. 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.9, paragraph (d) is revised to read as follows: 
§ 1.9 Definitions. 


**e eK * 


(d) A small business concern as used in this chapter means 
any business concern as defined by the regulations of the Small 
Business Administration in 13 CFR 121.1301 through 
121.1305, which define a small business concern as one whose 
number of employees, including those of its affiliates, does 
not exceed 500 persons and which has not assigned, granted, 
conveyed, or licensed, and is under no obligation under contract 
or law to assign, grant, convey or license, any rights in the 
invention to any person who could not be classified as an 
independent inventor if that person had made the invention, or 
to any concern which would not qualify as a small business 
concern or a nonprofit organization under this section. Ques- 
tions related to size standards for a small business concern may 
be directed to: Small Business Administration, Size Standards 
Staff, 409 Third Street, S.W., Washington, D.C. 20416. 

(e) * * * 
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3. Section 1.13 is revised to read as follows: 
§ 1.13 Copies and certified copies. 


(a) Non-certified copies of patents and trademark registra- 
tions and of any records, books, papers, or drawings within 
the jurisdiction of the Patent and Trademark Office and open 
to the public, will be furnished by the Patent and Trademark 
Office to any person, and copies of other records or papers 
will be furnished to persons entitled thereto, upon payment of 
the fee therefor. 

(b) Certified copies of the patents and trademark registrations 
and of any records, books, papers, or drawings within the 
jurisdiction of the Patent and Trademark Office and open to 
the public or persons entitled thereto will be authenticated by 
the seal of the Patent and Trademark Office and certified by 
the Commissioner, or in his name attested by an officer of the 
Patent and Trademark Office authorized by the Commissioner, 
upon payment of the fee for the certified copy. 


4. Section 1.14, paragraph (b) is revised to read as follows: 
§ 1.14 Patent applications preserved in secrecy. 


*eEK * 


(b) Except as provided in § 1.11(b) abandoned applications 
are likewise not open to public inspection, except that if an 
application referred to in a U.S. patent, or in an application in 
which the applicant has filed an authorization to open the 
complete application to the public, is abandoned and is avail- 
able, it may be inspected or copies obtained by any person 
on written request, without notice to the applicant. Complete 
applications ( § 1.51(a)) which are abandoned may be destroyed 
after 20 years from their filing date, except those to which 
particular attention has been called and which have been marked 
for preservation. Abandoned applications will not be returned. 


5. Section 1.28, paragraph (c) is revised to read as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


*eEK * 


(c) If status as a small entity is established in good faith, and 
fees as a small entity are paid in good faith, in any application or 
patent, and it is later discovered that such status as a small 
entity was established in error or that through error the Patent 
and Trademark Office was not notified of a change in status 
as required by paragraph (b) of this section, the error will be 
excused (1) if any deficiency between the amount paid and the 
amount due is paid within three months after the date the error 
occurred or (2) if any deficiency between the amount paid and 
the amount due is paid more than three months after the date the 
error occurred and the payment is accompanied by a statement 
explaining how the error in good faith occurred and how and 
when the error was discovered. The statement must be a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. The deficiency is based on 
the amount of the fee, for other than a small entity, in effect 
at the time the deficiency is paid in full. 


* ee 


6. Section 1.55, paragraph (a) is revised to read as follows: 
§ 1.55 Claim for foreign priority. 


(a) An applicant may claim the benefit of the filing date of 
a prior foreign application under the conditions specified in 35 
U.S.C. 119 and 172. The claim to priority need be in no special 
form and may be made by the attorney or agent if the foreign 
application is referred to in the oath or declaration as required 
by § 1.63. The claim for priority and the certified copy of the 
foreign application specified in the second paragraph of 35 
U.S.C. 119 must be filed: 

(1) in the case of an interference ( § 1.630); 

(2) when necessary to overcome the date of a reference relied 

upon by the examiner; 
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(3) when specifically required by the examiner; and 

(4) in all cases, before the patent is granted. If the claim for 
priority or the certified copy of the foreign application is filed 
after the date the issue fee is paid, it must be accompanied by 
a petition requesting entry and by the fee set forth in § 
1.17()(1). If the certified copy filed is not in the English 
language, a translation need not be filed except in the case 
of an interference; or when necessary to overcome the date of 
a reference relied upon by the examiner; or when specifically 
required by the examiner, in which event an English language 
translation must be filed together with a statement that the 
translation of the certified copy is accurate. The statement 
must be a verified statement if made by a person not regis- 
tered to practice before the Patent and Trademark Office. 


eee * 


7. Section 1.78, paragraph (a) is revised to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross 
references to other applications. 


(a)(1) An application may claim an invention disclosed in 
a prior filed copending national application or international 
application designating the United States of America. In order 
for an application to claim the benefit of a prior filed copending 
national application, the prior application must name as an 
inventor at least one inventor named in the later filed application 
and disclose the named inventor’s invention claimed in at least 
one claim of the later filed application in the manner provided 
by the first paragraph of 35 U.S.C. 112. In addition, the prior 
application must be 

(i) complete as set forth in § 1.51; or 

(ii) entitled to a filing date as set forth in § 1.53(b) and 

include the basic filing fee set forth in § 1.16; or 

(iii) entitled to a filing date as set forth in § 1.53(b) and 

have paid therein the processing and retention fee set forth 

in § 1.21 (1) within the time period set forth in § 1.53(d). 

(a)(2) Any application claiming the benefit of a prior filed 
copending national or international application must contain 
or be amended to contain in the first sentence of the specification 
following the title a reference to such prior application, identi- 
fying it by application number (consisting of the series code and 
serial number), or serial number and filing date or international 
application number and international filing date and indicating 
the relationship of the applications. Cross-references to other 
related applications may be made when appropriate. (See § 
1.14(b)). 


*e ee * 


8. Section 1.136, paragraph (a) is revised to read as follows: 


§ 1.136 Filing of timely responses with petition and fee for 
extension of title for cause. 


(a)(1) If an applicant is required to respond within a nonstatu- 
tory or shortened statutory time period, applicant may respond 
up to four months after the time period set if a petition for an 
extension of time and the fee set in § 1.17 are filed prior to 
or with the response, unless 

(i) applicant is notified otherwise in an Office action, 

(ii) the response is a reply brief submitted pursuant to§ 

1.193(b), 

(iii) the response is a request for an oral hearing submitted 

pursuant to § 1.194(b), 

(iv) response is to a decision by the Board of Patent Appeals 

and Interferences pursuant to §§ 1.196, 1.197 or 1.304, or 

(v) the application is involved in an interference declared 

pursuant to § 1.611.) 

(a)(2) The date on which the response, the petition, and the 
fee have been filed is the date of the response and also the 
date for purposes of determining the period of extension and 
the corresponding amount of the fee. The expiration of the 
time period is determined by the amount of the fee paid. In no 
case may an applicant respond later than the maximum time 
period set by statute, or be gramed an extension of time under 

(b) of this section when the provisions of this para- 
graph are available. See § 1.136(b) for extensions of time 
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relating to proceedings pursuant to §§ 1.193(b), 1.194, 1.196 
or 1.197. See § 1.304 for extension of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to commence 
acivil action. See § 1.550(c) for extension of time in reexamina- 
tion proceedings and § 1.645 for extension of time in interfer- 
ence proceedings. 


* eee * 


9. Section 1.191, paragraph (d) is revised to read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interfer- 
ences. 


*e eK * 


(d) The time periods set forth in §§ 1.191 and 1.192 are 
subject to the provisions of § 1.136 for patent applications and 
§ 1.550(c) for reexamination ings. The time periods set 
forth in §§ 1.193, 1.194, 1.196 and 1.197 are subject to the 
provisions of § 1.136(b) for patent applications or § 1.550(c) 
for reexamination proceedings. See § 1.304(a) for extensions 
of time for filing a notice of appeal to the U.S. Court of Appeals 
for the Federal Circuit or for commencing a civil action. 


* eee * 


10. Section 1.192, paragraphs (a), (c) introductor text and 
(d) are revised to read as follows: 


§ 1.192 Appellant’s brief 


(a) The appellant shall, within 2 months from the date of 
the notice of appeal under § 1.191 in an application, reissue 
application, or patent under reexamination, or within the time 
allowed for response to the action appealed from, if such time 
is later, file a brief in triplicate. The brief must be accompanied 
by the requisite fee set forth in § 1.17(f) and must set forth 
the authorities and arguments on which the appellant will rely 
to maintain the appeal. Any arguments or authorities not 
included in the brief may be refused consideration by the Board 
of Patent Appeals and Interferences. 

KK 

(c) The brief shall contain the following items under appro- 
priate headings and in the order here indicated unless there is no 
attorney or agent of record in the application or reexamination 
proceeding, the brief was not prepared by a registered prac- 
titioner, and the brief was not signed by a registered practitioner, 
wherein the brief will be accepted as complying with this 
paragraph provided it is at least in substantial compliance with 
the requirements of paragraphs (1), (2),(6) and (7): 


*e eH 


(d) If a brief is filed which does not comply with the require- 
ments of paragraph (c) of this section, the appellant will be 
notified of the reasons for non-compliance and provided with 
a period of one month within which to file an amended brief. 
If the appellant does not file an amended brief during the 
one-month period, or files an amended brief which does not 
overcome all the reasons for non-compliance stated in the notifi- 
cation, the appeal will be dismissed. 


11. Section 1.193, paragraph (b) is revised to read as follows: 
§ 1.193 Examiner’s answer. 


*eeK SE 


(b) The appellant may file a reply brief directed only to such 
new points of argument as may be raised in the examiner’s 
answer, within two months from the date of such answer. The 
new points of argument shall be specifically identified in the 
reply brief. If the examiner determines that the reply brief is 
not directed only to new points of argument raised in the 
examiner’s answer, the examiner may refuse entry of the reply 
brief and will so notify the appellant. If the examiner’s answer 
expressly states that it includes a new ground of rejection, 
appellant must file a reply thereto within two months from the 
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date of such answer to avoid dismissal of the appeal as to the 
claims subject to the new ground of rejection; such reply may 
Se a ne 
the new ground. See § 1.136(b) for extensions of time or filing 
a reply brief in a patent application and § 1.550(c) for extensions 
of time in a reexamination proceeding. 


*e EK * 


12. Section 1.194, paragraph (b) is revised to read as follows: 
§ 1.194 Oral hearing. 


**k eK * 


(b) If appellant desires an oral hearing, appellant must file 
a written request for such hearing accompanied by the fee set 
forth in § 1.17(g) within two months after the date of the 
examiner’s answer. If appellant requests an oral hearing and 
submits therewith the fee set forth in § 1. 17(g), an oral argument 
may be presented by, or on behalf of, the primary examiner if 
considered desirable by either the primary examiner or the 
Board. See § 1.136(b) for extensions of time for requesting an 
oral hearing in patent application and § 1.550(c) for extensions 
of time in a reexamination proceeding. 


*e EE * 


13. Section 1.196, paragraph (f) is revised to read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Inter- 
ferences 


*e ek * 


(f) See 1.136(b) for extensions of time to take action under 
this section in a patent application and § 1.550(c) for extensions 
of time in a reexamination proceeding. 


14. Section § 1.197, paragraph (b) is revised to read as 
follows: 


§ 1.197 Action following decision. 


*e KK * 


(b) A single request for reconsideration or modification of 
the decision may be made if filed within one month from the 
date of the original decision, unless the original decision is so 
modified by the decision on reconsideration as to become, in 
effect, a new decision, and the Board of Patent Appeals and 
Interferences so states. The request for reconsideration shall 
state with particularity the points believed to have been misap- 
prehended or overlooked in rendering the decision and also 
state all other grounds upon which reconsideration is sought. 
See § 1.136(b) for extensions of time for seeking reconsidera- 
tion in a patent application and § 1.550(c) for extensions of 
time in a reexamination proceeding. 


* ee * 


15. Section 1.312, paragraph (b) is revised to read as follows: 
§ 1.312 Amendments after allowance. 


*e eK * 


(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied 
by a petition including the fee set forth in § 1.17(i)(1) and a 
showing of good and sufficient reasons why the amendment 
is necessary and was not earlier presented. 


16. Section 1.321 is revised to read as follows: 
§ 1.321 Statutory Disclaimers, including Terminal Dis- 
claimers. 

(a) A patentee owning the whole or any sectional interest 


in a patent may disclaim any complete claim or claims in a 
patent. In like manner any patentee may disclaim or dedicate 
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to the public the entire term, or any terminal part of the term, 
of the patent granted. Such disclaimer is binding upon the 
grantee and its successors or assigns. A notice of the disclaimer 
is published in the Official Gazette and attached to the printed 
copies of the specification. The disclaimer, to be recorded in 
the Patent and Trademark Office, must: 

(1) be signed by the patentee, or an attorney or agent of 

record; 

(2) identify the patent and complete claim or claims, or term 

being disclaimed. A disclaimer which is not a disclaimer of a 

complete claim or claims, or term will be refused recordation; 

(3) state the present extent of patentee’s ownership interest 

in the patent; and 

(4) be accompanied by the fee set forth in § 1.20(d). 

(b) An applicant or assignee may disclaim or dedicate to the 
public the entire term, or any terminal part of the term, of a 
patent to be granted. Such terminal disclaimer is binding upon 
the grantee and its successors or assigns. The terminal dis- 
claimer, to be recorded in the Patent and Trademark Office, 
must: 

(1) be signed:(i) by the applicant, or 

(ii) if there is an assignee of record of an undivided part 
interest, by the applicant and such assignee, or 

(iii) if there is an assignee of record of the entire interest, 
by such assignee, or 

(iv) by an attorney or agent of record; 

(2) specify the portion of the term of the patent being dis- 

claimed; 

(3) state the present extent of applicant’s or assignee’ s owner- 

ship interest in the patent to be granted; and 

(4) be accompanied by the fee set forth in § 1.20(d). 

(c) A terminal disclaimer, when filed to obviate a double 
patenting rejection in a patent application or in a reexamination 

ing, must: 

(1) comply with the provisions of paragraphs (b)(2) through 

(b)(4) of this section; 

(2) be signed in accordance with paragraph (b)(1) of this 

section if filed in a patent application, or in accordance with 

paragraph (a)(1) of this section if filed in a reexamination 
ig; and 


(3) iedetis a provision that any patent granted on that applica- 
tion or any patent subject to that reexamination proceeding 
shall be enforceable only for and during such period that 
said patent is commonly owned with the application or patent 
which formed the basis for the rejection. 


17. Section 1.352 is amended by revising paragraph (a) to 
read as follows: 


§ 1.352 Publication of notice of proposed amendments. 


(a) Whenever required by law, notice of proposed amend- 
ments to the regulations in this part will be published in the 
Official Gazette and in the FEDERAL REGISTER. If not pub- 
lished with the notice, copies of the text will be furnished to 
any person requesting the same. All comments, suggestions, 
and briefs received within a time specified in the notice will 
be considered before adoption of the proposed amendments 
which may be modified in the light thereof. 


*e RE 


18. Section 1.362 is amended by revising paragraphs 
(c)(4)and (e) and adding paragraph (h) to read as follows: 


§ 1.362 Time for maintenance fees. 


*e eK 


(c) ** * 
(4) For a reissue application, including a continuing reissue 
application claiming the benefit of a reissue application 
under 35 USC 120, the United States filing date of the 
original non-reissue application on which the patent reis- 
sued is based 


*e ee * 
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(e) Maintenance fees may be paid with the surcharge set 
forth in 1.20(h) during the respective grace periods after: 

(1) 3 years and 6 months and through the day of the 4th 
anniversary of the grant for the first maintenance fee. 
(2) 7 years and 6 months and through the day of the 8th 
anniversary of the grant for the second maintenance fee, 
and 
(3) 11 years and 6 months and through the day of the 12th 
anniversary of the grant for the third maintenance fee. 


ese ee 


(h) The periods specified in §§ 1.362(d) and (e) with respect 
to a reissue application, including a continuing reissue applica- 
tion thereof, are counted from the date of grant of the original 
non-reissue application on which the reissued patent is based. 

19. Section 1.607, paragraph (a)(5)(i) is revised to read as 
follows: 

§ 1.607 Request by applicant for interference with patent. 

(a) ROK 

(5) aE 

(i) Identified as corresponding to the count, and 


***e* * 


PART 5 - CLASSIFIED INFORMATION, FOREIGN 
RELATIONS, INVENTIONS, AND PATENTS 


20. The authority citation for 37 CFR Part 5 continues to 
read as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the 
Patent Law Foreign Filing Amendments Act of 1988, Pub. 
L. 100-418,102 Stat. 1567; the Arms Export Control Act, as 
amended, 22 U.S.C. 2751 et seq., the Atomic Energy Act of 
1954, as amended, 42 U.S.C. 2011 et seq., and the Nuclear 
Non-Proliferation Act of 1978, 22 U.S.C. 3201 et seq., and the 
delegations in the regulations under these acts to the Commis- 
sioner (15 CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


21. Section 5.19, paragraph (a) is revised to read as follows: 
§ 5.19 Export of technical data 


(a) Under regulations (15 CFR 770.10(j)) established by the 
U.S. Department of Commerce, Bureau of Export Administra- 
tion, Office of Export Licensing, a validated export license is 
not required in any case to file a patent application or part 
thereof in a foreign country if the foreign filing is in accordance 
with the regulations (37 CFR 5.11 through 5.33) of the Patent 
and Trademark Office. 


*e ee * 


PART 10 - REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


22. The authority citation for 37 CFR Part 10 continues to 
read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 
23. Section 10.48, paragraph (b) is revised to read as follows: 


§ 10.48 Sharing legal fees 
*e* ££ * 

(b) A practitioner who undertakes to complete unfinished 
legal business of a deceased practitioner may pay to the estate 
of the deceased practitioner that proportion of the total compen- 
sation which fairly represents the services rendered by the 
deceased practitioner. 


*se*£ ee * 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1156 OG 54] 


Oct. 15, 1993 
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U.S. Department of Commerce 
Patent and Trademark Office 
Special Status for Patent Applications 
Relating to Superconductivity 


On Commercial Applications of Superconductivity, the Pres- 
ident stated that “We need to strengthen patent laws to increase 
protection for manufacturing processes and speed up the patent 
process so that it can keep pace with the fast-paced world of 
high technology.” The President also noted that “to most of us 
laymen, superconductivity was a completely new term, but it 
wasn’t long before we learned of the great promise it held 
out to alter our world for the better - a quantum leap in 
energy efficiency that would bring with it a host of benefits, 
not least among them a reduced dependence on foreign oil, a 
cleaner environment, and a stronger national economy.” The 
President’s Superconductivity Initiative of even date included, 
as a major administrative component, a proposal “Directing 
the Patent and Trademark Office to accelerate the processing 
of patent applications and adjudication of disputes involving 
superconductivity technologies when requested by the appli- 
cants to do so.” 

In accordance with the President’s proposal, the Patent and 
Trademark Office will, on request, accord “special” status to 
all patent applications for inventions involving superconductive 
materials. Examples of such inventions would include those 
directed to the superconductive materials themselves as well 
as to their manufacture and application. In order that the Patent 
and Trademark Office may implement this procedure, we invite 
all applicants desiring to participate in this program to request 
that their applications be accorded “special” status. Such 
requests should be in writing, should identify the application 
by serial number and filing date, and should be accompanied 
by a statement under 37 CFR 1.102 that the invention involves 
superconductive materials. No fee is required. The statement 
must be verified if made by a person not registered to practice 
before the Patent and Trademark Office. Decisions whether to 
accord “special” status on the basis of a request will be made 
by the appropriate Group Director. 

Requests should be addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 


Aug. 5, 1987 DONALD J. QUIGG 
Assistant Secretary of 
Commerce and Commissioner of 


Patents and Trademarks 
[1082 TMOG 7] 


(115) Preparation for Processing High Temperature 
Superconductor Technology 


In response to the President’s Superconductivity Initiative 
announced on July 28, 1987 and with the expectation of the 
filing of increasing numbers of patent applications relating 
to higher temperature superconductors, the U.S. Patent and 
Trademark Office has taken a number of steps to prepare for 
the effective handling of applications on this subject matter. 

These actions include (1) establishing a special Task Force 
to prepare for the processing of patent applications for higher 
temperature superconductor technology; (2) making patent 
applications relating to this technology special on request of 
the applicant and (3) renewing support for legislation providing 
for an expanded scope of protection for process patents to cover 
products made by the patented process. 

The responsibilities of the Task Force are to (1) coordinate 
the development of a Patent and Trademark Office capability 
to examine the expected large number of patent applications in 
this area and (2) provide an information resource and sounding 
board for legal and practice questions and policy development 
in this area. The Task Force has been assigned a number of 
specific tasks, such as developing a complete search file on 
superconductivity technology for the use of Examiners and the 
public, establishing a training program for examiners on the 
technology and assuring a uniform and consistent application 
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of the patent law to the technology in the U.S. Patent and 
Trademark Office. 


RENE D. TEGTMEYER, for 

DONALD J. QUIGG 

Assistant Secretary and 

Commissioner of Patents and Trademarks 


Sept. 16, 1987 


[1083 OG 16] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 90143-9144] 

RIN 0651-AA35 


Amendment of Patent and Trademark Rules 
concerning Judicial Review of Decisions of the Board 
of Patent and Interferences and the 
Trademark and Appeal Board and other 

Matters. 


(116) 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 
Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent and trademark cases, Parts 1 and 
2 of Title 37, Code of Federal Regulations, relating to (1) 
decisions of the Board of Patent Appeals and Interferences 
(BPAD), (2) requests for reconsideration of decisions of the 
BPAI and the Trademark Trial and Appeal Board (TTAB), (3) 
extensions of time in proceedings after a decision by the BPAI 
under §§ 1.196 and 1.197, (4) practices concerning judicial 
review of final decisions of the BPAI and TTAB, (5) Sdunieds 
of time for seeking judicial review of BPAI and TTAB decisions 
and (6) miscellaneous changes in the practice before the BPAI 
and housekeeping amendments 

Two recent decisions of the U.S. Court of Appeals for the 
Federal Circuit have held that even though the BPAI includes 
a new ground for rejection in its decision under 37 CFR § 
1.196(b)(3), pe may appeal directly to the Federal Cir- 
cuit without first seeking reconsideration at the BPAI. Where 
judicial review is sought without requesting reconsideration, 
the arguments against the new ground of mag ow are developed 
for the first time during court proceedings. The amendments 
require that appellants seek reconsideration of the new ground 
of rejection prior to appeal or commencement of a civil action. 

Experience under the previous rules relating to judicial 
review of final board decisions indicated that the rules may 
have been confusing in certain respects relating to the time in 
which judicial review must be sought and the manner in which 
extensions of time for seeking judicial review may be obtained. 
The rules eliminate any confusion as to when judicial review 
must be sought and standardize the manner of obtaining exten- 
sions of time to seek judicial review. 

The rules also make clarifying and housekeeping amend- 
ments with respect to practice before the BPAI. 
Effective Date: August 20, 1989. 
For Further Information Contact: Richard E. Schafer by tele- 
phone at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


Supplementary Information: 
Background 

A notice of proposed rulemaking was published in the Fed- 
eral Register at 54 Fed. Reg. 11009 (March 16, 1989) and at 
1101 Official Gazette 6 (Api 4, 1989). No oral hearing was 
held and no written comments were received. 


Discussion of Specific Rules 


(1) Decisions of the BPAI and requests for reconsideration 
of BPAI and TTAB decisions 
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Only final decisions of the BPAI and TTAB are subject to 
judicial review. 35 U.S.C. §§ 141, 145; U.S.C. § 1071; 28 
USC. § 1295 (a)(4)(A) and (B). 

Section 1.196(b) provides that if the BPAI has knowledge 
of any grounds, not involved in the appeal, for rejecting ~~ 
appealed claim, it may include in its decision a statement to 
that effect. The statement then constitutes a new rejection of 
the claims. The previous rules permitted appellants to treat the 
decision as a final decision in the case and thus immediately 
— 37 CFR § 1. ae (1988). Therefore, when an 
appellan under this option, arguments against the 
new permed ws were presented for the first time to the reviewing 
court. 

A recent decision by the U.S. Court of Appeals for the 
Federal Circuit rejected the Commissioner’s argument that an 
appellant should not be permitted to contest the BPAI’s new 

for rejection because it had not requested reconsidera- 
tion of that by the BPAI. Jn re Evanega, 829 F.2d 1110, 
1113, 4 USPQ 2d 1249, 1252 (Fed. Cir. 1987). See also In re 
Nielson, 816 F.2d 1567, 1570, 2 USPQ 2d 1525, 1527 (Fed. 
Cir. 1987). In Evanega, the Commissioner urged that requiring 
appellants to request reconsideration, where the BPAI adopts 
a new ground for rejection, would provide the BPAI with an 
opportunity to consider appellant’s arguments and correct any 
errors while the case was still in the PTO. This conserves 
judicial resources, and in any event, obtains the benefit of the 
BPAI’s view should judicial review ultimately be sought. The 
court held, however, that in view of PTO regulations (37 CFR § 
1.196(b)(3)) which “expressly provide that the board’s decision, 
even if based on a new ground, is a final determination and 
thus may be appealed without seeking reconsideration,” appel- 
— —_ not be required to request reconsideration by the 

The new rule changes eliminate 37 CFR § 1.196(b)(3). By 
removing § 1.196(b)(3), appellants no longer have the option 
of treating a new ground of rejection as final and immediately 
— Appellants’ options are limited to requesting 

remand to the examiner or requesting reconsideration by the 
BPAI as set forth in §§ 1.196(b)(1) and 1.196(b)(2). The pre- 
amble of § 1.196(b) has been amended to specifically recite 
that a new ground of rejection shall not be considered a final 
decision for judicial review. 

Appellants still may elect further prosecution before the 
examiner under 37 CFR § 1.196(b)(1) or request reconsidera- 
tion under 1.196(b)(2). The option of § 1.196(b)(2) requires 
that any request for reconsideration address the new ground of 
rejection and specifically state the reasons why the new 
was in error. Section 1.196(b)(2) also mente: fe that the BPAI 
will reconsider the new rejection and, if necessary, render a 
new decision. The decision on reconsideration will be deemed 
to incorporate the earlier decision except for any portions of 
the earlier decision specifically withdrawn. 

Reconsideration or remand need not be requested if appellant 
does not contest the new ground. Appellants may seek judicial 
review as to claims not subject to the new ground. 

Section 1.196(a) expressly provides for remands to the exam- 
iner for further consideration. The BPAI has inherent authority, 
as part of its role in reviewing standards of patentability applied 
in the PTO, to remand applications to the examiner for further 
consideration. Cf. Manual of Patent Examining Procedure 
(MPEP) §§ 1211 and 1212. The change merely anes express 
that which is inherent. 

The amendments also delete the portion of former § 1.196(d) 
which provides (1) that any decision which includes a remand 
shall not be a final decision for the purposes of judicial review 
and (2) that upon conclusion of the proceedings on remand the 
BPAI may enter an order making its decision final. Those 
provisions have been included as new § 1.196(e). Under this 
paragraph, decisions pursuant to § 1.196(b) would not be final 
as to the claims subject to a new rejection. 

The last sentence of former § 1.196(b)(1) has been deleted 
and placed in new § 1.196(e). 


(2) Requests for reconsideration of BPAI and TTAB decisions 


Section 1.197(b) provides that any request for reconsidera- 
tion must specifically state the points believed to have been 
or overlooked in the BPAI’s decision. Experi- 

ence has shown that many requests for reconsideration are 
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nothing more than reargument of appellant’s position on appeal. 
The provision, as adopted, limits requests to the points of law 
or fact which appellant feels were overlooked or misappre- 
hended by the BPAI. 

The amendments also clarify the exception found in the first 
sentence of § 1. 197(b) by including specific references to the 
“original decision” and the “decision on reconsideration.” Some 
confusion had been noted with respect to the meaning of the 
current language. In order to simplify calculation of times for 
requesting recosideration of the decisions of the boards, §§ 
1.658(b), 2.129(c), and 2.144 specify a period of one month 
rather than the periods expressed in days. Section 1.197(a) 
already specified a one-month period. 


(3) Extensions of time after a decision by the BPAI to take 
action under §§ 1.196 and 1.197 


Appellants in patent cases may no longer use fee extensions 
under § 1.136(a) to extend the time for making an election 
under § 1.196(b) or seeking reconsideration under § 1.197. 

Under previous rules appellants could request reconsidera- 
tion of a BPAI decision up to five months after a decision or 
file a response to a new ground of rejection up to six months 
after the decision. This inordinately delayed final disposition 
of appeals. Section 1.136(a) provides that fee extensions are 

not available to file responses to a BPAI decision pursuant to 
$8 1.196, 1.197 or 1.304. One month is deemed to be ample 
time to submit a request for reconsideration. Note that Fed. R. 
Civ. P. 59 provides 10 days and Fed. R. App. P. 40 provides 
14 days for similar requests. Extensions under § 1.136(b) will 
be available to extend the time to file a response under §§ 1.196 
and 1.197. Section 1.304(a) exclusively governs extensions of 
time to file a notice of appeal to the U.S. Court of Appeals 
for the Federal Circuit or to commence a civil action. See 
further discussion below. 

Section 1.136(a) specifically refers to § 1.136(b) for exten- 
sions of time to file responses under §§ 1.196 and 1.197 and 
refers to § 1.304 for extensions of time to initiate judicial 
review. Sections 1.196(f) and 1.197(b) correlatively reference 
§ 1.136(b) for extensions of time. 

Fee extensions are not available to extend the time for elec- 
ting further prosecution before the examiner under § 
1.196(b)(1). Where an appellant elects further prosecution 
before the examiner, fee extensions under § 1.136(a) remain 
available to respond to the primary examiner’s Office actions. 


(4) Time for seeking judicial review of decisions of the BPAI 
and TTAB 


Under previous rules, judicial review of final decisions of 
the BPAI or TTAB had to be sought within sixty days of the 
decision or thirty days after a decision on reconsideration. 
However, where a decision on reconsideration was, in effect, 
a new decision, it was not always clear whether the time for 
appeal was thirty or sixty days. Sections 1.304(a) and 
2.146(d)(1) provide a two-month period to appeal from either 
the date of the decision or the decision on a timely filed request 
for reconsideration. 

Some problems have been noted with respect to the time for 
seeking judicial review in days. Miscalculations of the statutory 
sixty-day time period have resulted in filing untimely requests 
for judicial review. In order to simplify calculation of the time 
for seeking judicial review, §§ 1.304(a) and 2.145(d)(1) specify 
two months. The two-month period meets the sixty-day require- 
ment of 35 U.S.C. §§ 142, 145 and 146 and 15 U.S.C. §§ 
1071(a\2) and (b)(1) except for time periods which include 

In order to comply with the sixty-day requirement, 
§§ 1 300). and 2. 145(d)(2) provide that an additional day shall 
be added to any two-month period for initiating judicial review 
which includes February 28. Appeals will always be timely if 
the judicial review is initiated within two months of the final 
decision. 

Previously, the rules did not specify a time period for filing 
a cross-appeal or cross-action in inter partes cases. The absence 
of such a time period made it difficult for parties and their 
attorneys to make appropriate plans for judicial review. For 
example, in an interference where there has been a split judg- 
ment, one of the parties may be satisfied with the judgment 
but may desire to appeal the adverse judgment only if an appeal 
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is noted by the other party. Where the appeal is filed on the 
last possible day, a cross-appeal is precluded. Sections 1.304(a) 
and 2.145(d)(1) specify that the time for filing a cross-appeal 
or commencing a cross-action expires (1) fourteen days after 
service of the notice of appeal or the summons and complaint 
or (2) two months after the decision to be reviewed, whichever 
is 

Similarly, no provision for filing a cross-action was provided 
where an appellee elects to have further proceedings conducted 
in the district court pursuant to 35 U.S.C. § 146 or 15 U.S.C. 
§ 1071(a)(1). Section 1.304(c) and 2.145(d)(3) provide that the 
time for filing a cross-action expires 14 days after service of 
the summons and complaint. The district court will determine 
whether any cross-action was timely filed since neither the 
complaint nor cross-action is filed in the PTO. 


(5) Extensions of time to seek judicial review 


In the past, standards for granting requests for extensions of 
time to take an or commence a civil action varied 
depending upon which board was involved and upon the partic- 
ular type proceeding before the board. For example, extensions 
relating to patent applications could be obtained by paying 
the appropriate fee under 1.136(a). However, in reexamination 

rome ot or when judicial review was sought from a decision 
of the TTAB, the requester must demonstrate sufficient cause 
under § 1 550(c) or § 2.145(d)(1). The rules standardize the 
manner in which an extension of time to initiate judicial review 
may be obtained. The PTO has adopted a standard which is 
similar to the standard used in the Federal courts for granting 
extensions. Under the rules the Commissioner may extend the 
time (1) for good cause if requested before the expiration of 
the time provided for initiating judicial review or (2) upon a 
showing of excusable neglect in failing to initiate judicial 
review if requested after the expiration of the time period. 
This standard will be applicable in both trademark and patent 
proceedings ( §§ 1.304(a) and 2.145(e)) once the “last” decision, 
i.e., either the decision (in circumstances where no timely recon- 
sideration is sought) or the decision on reconsideration, of either 
board has been entered. In patent cases, extensions of time 
under § 1.136(b) and § 1.550(c) and fee extensions under 37 
CFR § 1.136(a) are no longer available to extend the time for 
the purpose of judicial review once a decision or a decision 
on reconsideration has been entered. Section 1.304(a) states 
that the provisions of §§ 1.136 and 1.550(c) are not available 
to extend the time to initiate judicial review. Sections 1.136(a), 
1.136(b), 1.191(d), 1.550(c), 1.645(a) and (b) refer to § 1.304 
for extensions of time for seeking judicial review after a deci- 
sion has been entered. Section 1.645(a) has been amended by 
(1) adding the introductory phrase “Except to extend the time 
for filing a notice of appeal to the U.S. Court of Appeals for 
the Federal Circuit or for commencing a civil action,” to the 
first sentence and (2) deleting the references to filing a notice 
of appeal or commencing a civil action in the second sentence. 

In view of the amendments to §§ 1.197 and 1.304, relating 
to extensions of time to seek reconsideration or initiate judicial 
review, § 1.191(d) does not refer to §§ 1.196 and 1.197. 


(6) Miscellaneous amendments 


In the past, appellants could use fee extensions to delay the 
time for requesting an oral hearing at the BPAI. This delays 
final disposition of the appeal and causes administrative prob- 
lems and duplication of effort due to the transfer of the appeal 
to the hearing docket. Section 1.191(d) no longer refers to § 
1.194. Fee extensions are no longer available to extend the 
time for requesting an oral hearing. Extensions under § 1.136(b) 
are available to extend the time to request an oral hearing. 

Section 1.191(b) has been rewritten as one sentence without 
any change in substance. 

Some confusion has resulted as to who has jurisdiction over 
a patent application after a notice of appeal to the BPAI has 
been filed. Problems arose, for example, as to the 
PTO official to decide certain petitions and other matters after 
an appeal has been filed. MPEP § 1210 indicates that jurisdic- 
tion over the application normally passes at one of five collie 
times listed therein. Section 1.191 includes a new section (e) 
which provides that jurisdiction transfers to the BPAI when 
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the application or reexamination file including all briefs and 
examiner’s answers is transmitted to the BPAI. Thus, jurisdic- 
tion transfers to the BPAI when all written submissions by the 
applicant and the examiner have been entered and the applica- 
tion papers have been forwarded to the BPAI. 

New paragraph 1.191(e) also includes a provision that the 
Commissioner, prior to the time the BPAI renders its decision, 
may sua sponte order that an application be remanded to the 
examiner for further consideration. This provision merely 
makes explicit the inherent authority of the Commissioner to 
direct and supervise the examination of patent applications. 

Under previous rules there was some confusion as to when 
“termination of proceedings” occurs. Section 1.197(c) provides 
that proceedings are “terminated” when the Federal Circuit’s 
mandate is received by the PTO or after the time for appeal 
from the judgment of the district court in a civil action under 
35 USC § 145 has expired. The language “In such cases,” 
in the second sentence of former 1.197(c) has been eliminated 
since it was superfluous and may have been confusing. 

The rules delete the phrase “that he or she elects” and substi- 
tutes “electing” therefor in §§ 1.304(c) and 2.145(c)(3), as 
amended. The amendment merely changes wording without 
any change in substance. 

Section 1.196(b) changes the verb “make” to “makes” to 
conform the verb to the singular subject of the sentence. 

Sections 1.301, 1.303, 2.145(a)(2) and 2.145(c)(3) no longer 
refer to transmittal of the certified list and certified copies of 
the notice of election to the U.S. Court of Appeals for the 
Federal Circuit under 35 U.S.C. § 141 or 15 U.S.C. § 1071(a)(1). 
These procedures are required by applicable —— or Court 
Rules and are unnecessary in the PTO’s regulati 

Sections 1.304(a), 1.304(c), 2.145(c)(3) and. ”. 145(4)(1) 
include a statement that the certificate of g provisions 
of § 1.8 are not icable. No substantive change is involved 
since the inapplicability of § 1.8 is already stated in §§ 
1.8(a)(2)(viii) and (ix). 

Sections 1.304(b) and 2. 145(d)(2) recite “Federal holiday in 
the District of Columbia” rather than “legal holiday.” These 
changes merely conform the language of these sections with 
the language of 35 U.S.C. § 21(b) and 37 CFR § 1.7. 

Section 2.145(c)(2) and (3) include changes in wording 
without any change in substance. 


Other Considerations 


These rules will not have a significant impact on the quality of 
the human environment or the conservation of energy resources. 

The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 350 et seq. 

The General Counsel of the nt of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities [Regulatory Flexibility Act, Pub. L. 96-354]. The rule 
change requiring appellants to request reconsideration under 
the specific circumstances set forth is not expected to result in 
an increase of fees charged by attorneys and agents to entities, 
including small entities, since the rule change is intended to 
eliminate erroneous grounds for rejection prior to appeal and 
in some instances is expected to eliminate the need for appeal. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 


markets. 

The PTO has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
national government and the states as outlined in Executive 
Order 12612. The rule change will not impose a burden under 

the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et seq., 


U.S. PATENT AND TRADEMARK OFFICE 


1194 TMOG 359 
(116) 


since no record keeping or g requirements within the 


reportin: n 
coverage of the Act are placed upon the public. 


List of Subjects in 37 CFR, Part 1: 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record 
keeping requirements, Small businesses. 


List of Subjects in 37 CFR, Part 2: 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 

For the reasons given in the preamble and pursuant to the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6, Parts 1 and 2 of Title 37 of the Code 
of Federal Regulations are amended as set forth below. 


PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.136 is revised to read as follows: 


§ 1.136 Filing of timely responses with petition and fee for 
extension of time and extensions of time for cause. 


(a) If an applicant is required to respond within a non- 

statutory or shortened statutory time period, applicant may 
respond up to four months after the time period set if a petition 
for an extension of time and the fee set in § 1.17 are filed prior 
to or with the response, unless (1) applicant is notified otherwise 
in an Office action, (2) the application is involved in an interfer- 
ence declared pursuant to § 1.611 or (3) the response is to a 
decision by the Board of Patent Appeals and Interferences 
pursuant to §§ 1.196, 1.197 or 1.304. The date on which the 
response, the petition, and the fee have been filed is the date 
of the response and also the date for purposes of determining 
the period of extension and the corresponding amount of the 
fee. The expiration of the time period is determined by the 
amount of the fee paid. In no case may an applicant respond 
later than the maximum time period set by statute, or be granted 
an extension of time under paragraph (b) of this section when 
the provisions of this paragraph are available. See § 1.136(b) 
for extensions of time relating to proceedings pursuant to §§ 
1.196 or 1.197, § 1.304 for extension of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to commence 
a civil action, § 1.645 for extension of time in interference 
proceedings and § 1.550(c) for extension of time in reexamina- 
tion proceedings. 
(b) When a response with petition and fee for extension of 
time cannot be filed pursuant to paragraph (a) of this section, 
the time for response will be extended only for sufficient cause, 
and for a reasonable time specified. Any request for such exten- 
sion must be filed on or before the day on which action by the 
applicant is due, but in no case will the mere filing of the 
request effect any extension. In no case can any extension carry 
the date on which response to an Office action is due beyond 
the maximum time period set by statute or be granted when 
the provisions of paragraph (a) of this section are available. 
See § 1.304 for extension of time to appeal to the U.S. Court 
of Appeals for the Federal Circuit or to commence a civil 
action, § 1.645 for extension of time in interference proceedings 
and § 1.550(c) for extension of time in reexamination proceed- 
ings. 


3. Section 1.191 is amended by revising paragraphs (b) and 
(d) and adding paragraph (e) to read as follows: 
§ 1.191 Appeal to Board of Patent Appeals and Interferences 


ee 24% 


(b) The appeal in an application or reexamination proceeding 
must identify the rejected claim or claims appealed, and must 
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be signed by the applicant, patent owner or duly authorized 
attorney or agent. 


*e ee * 


dh sae re sears 1.191 through 1.193 are 
subject to the provisions of § 1.136 for patent applications or 
§ [iesip) tes sidaahendien pooneatiene . See § eyo, 
extensions of time for filing a notice of appeal to the 
Court of Appeals for the Federal actiecemante s 
civil action. 

(e) Jurisdiction over the application or patent under reexami- 
nation passes to the Board of Patent Appeals and Interferences 
upon transmittal of the file, including all briefs and examiner’s 
answers, to the Board. Prior to the entry of a decision on the 
appeal, the Commissioner may sua sponte order the application 
remanded to the examiner. 


4. Section 1.196 is amended by revising paragraphs (a), (b) 
and (d) and adding new paragraphs (e) and (f) to read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Inter- 
ferences 


(a) The Board of Patent Appeals and Interferences, in its 
decision, may affirm or reverse the decision of the examiner 
in whole or in part on the grounds and on the claims specified 
by the examiner or remand the application to the examiner for 
further consideration. The affirmance of the rejection of a claim 
on any of the grounds specified constitutes a general affirmance 
of the decision of the examiner on that claim, except as to any 

specifically reversed. 

(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds not involved in the appeal for 
rejecting any appealed claim, it may include in the decision a 
statement to that effect with its reasons for so holding, which 
statement shall constitute a new rejection of the claims. A new 
rejection shall not be considered final for the purpose of judicial 
review. When the Board of Patent Appeals and Interferences 
makes a new rejection of an appealed claim, the appellant may 
exercise either of the following two options with respect to the 
new - 
(1) The appellant may submit an appropriate amendment 
of the claims so rejected or a showing of facts, or both, and 
have the matter reconsidered by the examiner in which event 
the application will be remanded to the examiner. The statement 
shall be binding upon the examiner unless an amendment or 
showing of facts not previously of record be made which, in 
the opinion of the examiner, overcomes the new ground for 
rejection stated in the decision. Should the examiner again 

reject the application the applicant may again appeal to the 
Board of Patent Appeals and Interferences. 
(2) The appellant may have the case reconsidered under 
§ 1.197(b) by the Board of Patent Appeals and Interferences 
upon the same record. The request for reconsideration shall 
address the new ground for rejection and state with particularity 
the points believed to have been mi: nded or overlooked 
in rendering the decision and also state all other grounds upon 
which reconsideration is sought. Where request for such recon- 
sideration is made the Board of Patent Appeals and Interfer- 
ences shall reconsider the new ground for rejection and, if 
necessary, render a new decision which shall include all grounds 
upon which a patent is refused. The decision on reconsideration 
is deemed to incorporate the earlier decision, except for those 
portions specifically withdrawn on reconsideration, and is final 
for the purpose of judicial review. 


*eeE* 


(d) Although the Board of Patent Appeals and Interferences 

y will confine its decision to a review of rejections 

made by the examiner, should it have knowledge of any grounds 
for rejecting any allowed claim it may include in its decision 
a recommended rejection of the claim and remand the case to 
Spain. In such event, the Board shall set a period, not 
less than one month, within which the appellant may submit 
to the examiner an appropriate amendment, a showing of facts 
or reasons, or both, in order to avoid the grounds set forth 
in the recommendation of the Board of Patent Appeals and 
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Interferences. The examiner shall be bound by the recommenda- 
tion and shall enter and maintain the recommended rejection 
unless an amendment or showing of facts not previously of 
record is filed which, in the opinion of the examiner, overcomes 
the recommended rejection. Should the examiner make the 
recommended rejection final the applicant may again appeal 
to the Boned of Reent Appetis and ha Interferences. 

(e) Whenever a decision of the Board of Patent Appeals and 
Interferences includes or allows a remand, that decision shall 
not be considered a final decision. When appropriate, upon 
conclusion of proceedings on remand before the examiner, the 
Board of Patent Appeals and Interferences may enter an order 
otherwise making its decision final. 

(f) See § 1.136(b) for extensions of time to take action under 
this section. 


5. Section 1.197 is amended by revising paragraphs (b) and 
(c) to read as follows: 


§ 1.197 Action following decision 


*e eK * 


(b) A single request for reconsideration or modification of 
the decision may be made if filed within one month from the 
date of the original decision, unless the original decision is so 
modified by the decision on reconsideration as to become, in 
effect, a new decision, and the Board of Patent Appeals and 
Interferences so states. The request for reconsideration shall 
state with particularity the points believed to have been misap- 
prehended or overlooked in rendering the decision and also 
state all other grounds upon which reconsideration is sought. 
See 37 CFR § 1.136(b) for extensions of time for seeking 
reconsideration. 

(c) Termination of proceedings. Proceedings are considered 
terminated by the dismissal of an appeal or the failure to timely 
file an appeal to the court or a civil action (§ 1.304) except: 
(1) where claims stand allowed in an application or (2) where 
the nature of the decision requires further action by the exam- 
iner. The date of termination of proceedings is the date on 
which the appeal is dismissed or the date on which the time 
for appeal to the court or review by civil action (§ 1.304) 
expires. If an appeal to the court or a civil action has been 
filed, igs are — terminated when the 
or civil action is terminated. An appeal to the U.S. Court of 
Appeals for the Federal Circuit is terminated when the mandate 
is received by the Office. A civil action is terminated when 
the time to appeal the judgment expires. 


6. Section 1.301 is revised to read as follows: 
§ 1301 Appeal to U.S. Court of Appeals for the Federal 
Circuit. 


Any applicant or any owner of a patent involved in a reexami- 
nation proceeding dissatisfied with the decision of the Board 
of Patent Appeals and Interferences, and any party to an interfer- 
ence dissatisfied with the decision of the Board of Patent 
A and Interferences, may appeal to the U.S. Court of 
Appeals for the Federal Circuit. The appellant must take the 
following steps in such an appeal: (a) In the Patent and Trade- 
mark Office file a written notice of appeal directed to the 
Commissioner (see §§ 1.302 and 1.304); and (b) in the Court, 
file a copy of the notice of appeal and pay the fee for appeal, 
as provided by the rules of the Court. 


7. Section 1.303 is amended by revising paragraph (c) to 
read as follows: 


§ 1.303 Civil Action under 35 U.S.C. 145, 146, 306. 


*eeE* 


(c) If any adverse party to an appeal taken to the U.S. Court 
of Appeals for the Federal Circuit by a defeated party in an 
interference proceeding files notice with the Commissioner 
within twenty days after the filing of the defeated party’s notice 
of appeal to the court (§ 1.302), that he or she elects to have 
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all further proceedings conducted as provided in 35 U.S.C. 
ot The notice of election must be served as provided in § 


8. Section 1.304 is revised to read as follows: 
§ 1.304 Time for appeal or civil action. 


(a) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for commencing 
a civil action (§ 1.303) is two months from the date of the 
decision of the Board of Patent Appeals and Interferences. If 
a request for reconsideration or modification of the decision 
is filed within the time provided under § 1.197(b) or § 1.658, 
the time for filing an appeal or commencing a civil action shall 
expire two months after action on the request. In interferences, 
the time for filing a cross-appeal or cross-action expires (1) 
14 days after service of the notice of appeal or the summons 
and complaint or (2) two months after the date of decision of 
the Board of Patent Appeals and Interferences, whichever is 
later. The time periods set forth in this section are not subject 
to the provisions of §§ 1.136, 1.550(c) or 1.645(a) or (b). The 
Commissioner may extend the time for filing an appeal or 
commencing a civil action (1) for good cause shown if requested 
in writing before the expiration of the period for filing an appeal 
or commencing a civil action, or (2) upon written-request after 
the expiration of the period for filing an appeal or commencing 
a civil action upon a showing that the failure to act was the 
result of excusable neglect. The certificate of mailing practice 
of § 1.8 is not available for filing a notice of appeal or cross- 
appeal. See 1.8(a)(2)(ix). 

(b) The times specified in this section in days are calendar 
days. The times specified herein in months are calendar months 
except that one day shall be added to any two-month period 
which includes February 28. If the last day of the time specified 
for appeal of commencing a civil action falls on a Saturday, 
Sunday or Federal holiday in the District of Columbia, the time 
is extended to the next day which is neither a Saturday, Sunday 
nor a Federal holiday. 

(c) If a defeated party to an interference has taken an appeal 
to the U.S. Court of Appeals for the Federal Circuit and an 
adverse party has filed notice under 35 U.S.C. 141 electing to 
have all further proceedings conducted under 35 U.S.C. 146 
(§ 1.303(c)), the time for filing a civil action thereafter is 
specified in 35 U.S.C. 141. The time for filing a cross-action 
expires 14 days after service of the summons and complaint. 
The certificate of mailing practice of § 1.8 is not available for 
filing a notice of appeal of cross-appeal. See 1.8(a)(2)(viii). 


9. Section 1.550 is amended by revising paragraph (c) to 
read as follows: 


§ 1.550 Conduct of reexamination proceedings 


**e ee * 


(c) The time for taking any action by a patent owner in a 
reexamination proceeding will be extended only for sufficient 
cause, and for a reasonable time specified. Any request for 
such extension must be filed on or before the day on which 
action by the patent owner is due, but in no case will the mere 
filing of the request effect any extension. See § 1.304(a) for 
extensions of time for filing a notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit or for commencing a 
civil action. 


*e eK * 


10. Section 1.645 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.645 Extension of time, late papers, stay of proceedings 


(a) Except to extend the time for filing a notice of appeal 
to the U.S. Court of Appeals for the Federal Circuit or for 
commencing a civil action, a party may file a motion ( § 1.635) 
seeking an extension of time to take action in an interference. 
See § 1.304(a) for extensions of time for filing a notice of 
appeal to the U.S. Court of Appeals for the Federal Circuit or 
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for commencing a civil action. The motion shall be filed within 
sufficient time to actually reach the examiner-in-chief before 
expiration of the time for taking action. A moving party should 
not assume that the motion will be granted even if there is no 
objection by any other party. The motion will be denied unless 
the moving party shows good cause why an extension should 
be granted. The press of other business arising after an exam- 
iner-in-chief sets a time for taking action will not normally 
constitute good cause. A motion seeking additional time to 
take testimony because a party has not been able to procure 
the testimony of a witness shall set forth the name of the 
witness, any steps taken to procure the testimony of the witness, 
the dates on which the steps were taken, and the facts expected 
to be proven through the witness. 

(b) Any paper belatedly filed, will not be considered except 
upon motion (§ 1.635) which shows sufficient cause why the 
paper was not timely filed. See § 1.304(a) for exclusive proce- 
dures relating to belated filing of a notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit or belated commence- 
ment of a civil action. 


eee KE * 


11. Section 1.658 is amended by revising paragraph (b) to 
read as follows: 


§ 1.658 Final Decision 


*e EK 


(b) Any request for reconsideration of a decision under para- 
graph (a) of this section shall be filed within one month after 
the date of the decision. The request for reconsideration shall 
specify with particularity the points believed to have been 
misapprehended or overlooked in rendering the decision. Any 
reply to a request for reconsideration shall be filed within 14 
days of the date of service of the request for reconsideration. 
Where reasonably possible, service of the request for reconsid- 
eration shall be such that delivery is accomplished by hand or 
“Express Mail.” The Board shall enter a decision on the request 
for reconsideration. If the Board shall be of the opinion that 
the decision on the request for reconsideration significantly 
modifies its original decision under paragraph (a) of this section, 
the Board may designate the decision on the request for recon- 
sideration as a new decision. 


*e HK 


PART 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


12. The authority citation for 37 CFR Part 2 continues to 
read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


13. Section 2.129 is amended by revising paragraph (c) to 
read as follows: 


§ 2.129 Oral argument; reconsideration 


*e RE 


(c) Any request for rehearing or reconsideration or modifica- 
tion of a decision issued after final hearing must be filed within 
one month from the date of the decision. A brief in response 
must be filed within fifteen days from the date of service of 
the request. The times specified may be extended by order of 
the Trademark Trial and Appeal Board on motion for good 
cause. 


14. Section 2.144 is revised to read as follows: 
§ 2.144 Reconsideration of decision on ex parte appeal 


Any request for rehearing or reconsideration, or modification 
of the decision, must be filed within one month from the date 
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of the decision. Such time may be extended by the Trademark 
Trial and Appeal Board upon a showing of sufficient cause. 


15. Section 2.145 is amended by revising paragraphs (a), 
(c)(2), (c3), (d)\(1), (d)(2) and (d)(3) and adding new paragraph 
(e) to read as follows: 


§ 2.145 Appeal to court and civil action. 


(a) Appeal to U.S. Court of Appeals for the Federal Circuit. 
An applicant for registration, or any party to an interference, 
opposition, or cancellation proceeding or any party to an appli- 
cation to register as a concurrent user, hereinafter referred to 
as inter partes ings, who is dissatisfied with the decision 
of the Trademark Trial and Board and any registrant 
who has filed an affidavit or declaration under section 8 of the 
Act or who has filed an application for renewal and is dissatis- 
fied with the decision of the Commissioner (§§ 2.165, 2.184), 
may appeal to the U.S. Court of Appeals for the Federal Circuit. 
The appellant must take the following steps in such an appeal: 

(1) In the Patent and Trademark Office give written notice 
of appeal to the Commissioner (see paragraphs (b) and (d) of 
this section); 

(2) In the court, file a copy of the notice of appeal and 
pay the fee for appeal, as provided by the rules of the Court. 


**e# ee * 
(c)*** 


(2) Any applicant or registrant in an ex parte case who 
takes an appeal to the U.S. Court of Appeals for the Federal 
Circuit waives any right to proceed under section 21(b) of the 
Act. 

(3) Any adverse party to an appeal taken to the U.S. Court 
of Appeals for the Federal Circuit by a defeated party in an 
inter partes proceeding may file a notice with the Commissioner 
within twenty days after the filing of the defeated party’s notice 
of appeal to the court (paragraph (b) of this section), electing 
to have all further ings conducted as provided in section 
21(b) of the Act. The notice of election must be served as 
provided in § 2.119. The certificate of mailing practice of 
§ 1.8 is not available for filing a notice of election. See § 
1.8(a)(2)(viii). 

(d) Time for appeal or civil action. (1) The time for filing 
the notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit (paragraph (b) of this section), or for commencing a 
civil action (paragraph (c) of this section), is two months from 
the date of the decision of the Trademark Trial and Appeal 
Board or the Commissioner, as the case may be. If a request 
for rehearing or reconsideration or modification of the decision 
is filed within the time specified in §§ 2.127(b), 2.129(c) or 
2.144, or within any extension of time granted thereunder, the 
time for filing an appeal or commencing a civil action shall 
expire two months after action on the request. In inter partes 
cases, the time for filing a cross-action or a notice of a cross- 
appeal expires (1) 14 days after service of the notice of appeal 
or the summons and complaint or (2) two months from the 
date of the decision of the Trademark Trial and Appeal Board 
or the Commissioner, whichever is later. The certificate of 
mailing practice of § 1.8 is not available for filing a notice of 
appeal or cross-appeal See § 1.8(a)(2)(ix). 

(2) The times specified in this section in days are calendar 
days. The times specified herein in months are calendar months 
except that one day shall be added to any two-month period 
which includes February 28. If the last day of time specified 
for an appeal, or commencing a civil action falls on a Saturday, 
Sunday or Federal holiday in the District of Columbia, the time 
is extended to the next day which is neither a Saturday, Sunday 
nor a Federal holiday. 

(3) If a party to an inter partes proceeding has taken an 
appeal to the U.S. Court of Appeals for the Federal Circuit and 
an adverse has filed notice under section 21(a)(1) of the 
Act electing to have all further proceedings conducted under 
section 21(b) of the Act, the time for filing a civil action 
thereafter is specified in section 21(a)(1) of the Act. The time 
for filing a cross-action expires 14 days after service of the 
summons and complaint. 
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(e) Extensions of time to commence judicial review. The 
Commissioner may extend the time for filing an appeal or 
commencing a civil action (1) for good cause shown if requested 
in writing before the expiration of the period for filing an appeal 
or commencing a civil action, or (2) upon written request after 
the expiration of the period for filing an appeal or commencing 
a civil action upon a showing that the failure to act was the 
result of excusable neglect. 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


June 21, 1989 
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This memorandum is to provide advance notice of changes 
that will be made to MPEP § 1206 and § 2309 relating, respec- 
tively, to the requirements for an appeal brief and preparation 
of interference papers by an examiner. These changes will 
appear in the next revision of the Manual. The changes will be 
based on the final rules relating to patent appeal and interference 
proceedings, which were published in the Federal Register on 
March 17, 1995 at 60 FR 14488 and in the Official Gazette 
on April 11, 1995 at 1173 Off. Gaz. Pat. Office 36. The effective 
date of these rule changes is April 21, 1995. 

37 CFR 1.192(c) relating to the content of an appeal brief 
has been changed so that it does not apply to pro se applicants, 
and in that two additional items have been added. In particular, 
the appellant must identify in the brief, the real party in interest 
and any related appeals and interferences. Accordingly, exam- 
iners must review appeal briefs filed on or after April 21, 
1995 for the presence of the following items under appropriate 
headings: (1) Real party in interest; (2) Related appeals and 
interferences; (3) Status of claims; (4) Status of amendments; 
(5) Summary of invention; (6) Issues; (7) Grouping of claims; 
(8) Argument; and (9) Appendix. Examiners should continue 
to refer to MPEP § 1206 (6th ed., Jan. 1995) for the standards 
for reviewing items (3) through (9). Under the revised rules, 
a brief filed by a pro se applicant should be evaluated on a 
case-by-case basis. 

Examiners should not be unduly rigid in reviewing appeal 
briefs for compliance with the requirements of the rule. For 
example, if no amendment has been filed after final rejection, 
a new brief should not be required solely because the brief 
omits having some statement after the heading for item (4), 
status of amendments. 

37 CFR 1.192(d) has been amended to indicate that “the 
appeal will stand dismissed” if the appellant does not timely 
file an amended brief, or files an amended brief which does 
not overcome all the reasons for noncompliance of which the 
appellant was notified. 

Regarding the preparation of interference papers by the 
examiner, 37 CFR 1.609(b)(1) has been amended to require the 
examiner to explain why the counts define different patentable 
inventions if there is more than one count proposed. 37 CFR 
1.609(b)(2) has been amended to require the examiner to iden- 
tify the claims of any application or patent which correspond 
to each count and explain why each claim designated as corres- 
ponding to a count is directed to the same patentable invention 
as the count. 37 CFR 1.609(b)(3) has been amended to require 
the examiner to identify the claims in any application or patent 
which do not correspond to each count and to explain why 
each claim designated as not corresponding to any count is not 
directed to the same patentable invention as any count. 

The above changes will take effect on April 21, 1995. 


April 18, 1995 J. MICHAEL THESZ, Editor 
Manual of Patent 
Examining Procedure 
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(118) Patent and Trademark Office 
37 CFR Part 1 
Patent Interference Practice - 


Separate Patentability of Claims 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of Proposed Rulemaking 

Summary: The Patent and Trademark Office (PTO) proposes 
to amend its rules of practice in patent interference cases. In 
re Van Geuns, interpreted patent interference rules in a manner 
different from the manner in which the rules are interpreted 
by the Commissioner. The Federal Circuit held that the rules 
authorize a party to argue the separate patentability of claims 
that the PTO designates as corresponding to a single count. 
Under PTO rules, however, every claim designated to corre- 
spond to a count shall be directed to a single inventive concept. 
PTO to amend the interference rules to specifically 
overcome the Federal Circuit’s interpretation of the rules in 
Van Geuns. PTO proposes to specify that unless a party files 
a preliminary motion to contest the designation of a claim as 
corresponding to a count, the party shall be deemed to have 
conceded that all claims designated as corresponding to a count 
are unpatentable if any claim designated as corresponding to 
the count is held to be unpatentable and may not argue to 
an examiner-in-chief or the separate patentability of claims 
designated to correspond to the count. PTO also proposes to 
specify that when an examiner-in-chief in an interference 
becomes aware of a reason why a claim corresponding to a 
count may not be patentable, the examiner-in-chief may enter 
an order notifying the parties of the reason and set a time within 
which each party may present its views, which may include a 
preliminary motion. The rules would further specify that an 
opponent may file an opposition to any preliminary motion 
and that the party would file a reply to an opposition. 

These rules will apply prospectively except when an exam- 
iner-in-chief notifies a party in an interference to the contrary. 
If a party is notified, the party will be given an opportunity to 
respond regarding the patentability of a count in the interfer- 
ence. 

Dates: Comments must be submitted on or before Sept. 24, 
1993. 

Addresses: Address written comments to Box 8, Commissioner 
of Patents and Trademarks, Washington, D.C. 20231, marked to 
the attention of Fred E. McKelvey, Solicitor. Written comments 
will be available for public inspection in Suite 918, on the 9th 
floor of Crystal Park II, located at 2121 Crystal Drive, 
Arlington, Va. 

For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 305-9035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: The Patent and Trademark Office 
(PTO) conducts interference proceedings to determine who, as 
between two or more applicants for patent or one or more 
applicants and one or more patentees, is the first inventor of 
a patentable invention. 

A primary examiner determines in the first instance whether 
the claims in an application interfere with the claims in another 
application or a patent. When the examiner is of the view 
that an interference exists, the Board of Patent Appeals and 
Interferences (Board) is notified. 37 CFR § 1.609. An examiner- 
in-chief, i.e., a member of the Board, is assigned to each interfer- 
ence. The interference is declared by the examiner-in-chief. 37 
CFR § 1.610(a). 

Each separately patentable invention involved in the interfer- 
ence is defined by a count. The count is a vehicle for contesting 
priority of invention (i.e., who made the invention defined by 
the count first) and determining the evidence relevant to the 
issue of priority. Squires v. Corbett, 560 F2d. 424, 433, 194 
USPQ 513, 519 (CCPA 1977); Case v. CPC Int’l, Inc., 730 
F.2d 745, 749, 221 USPQ 196, 200 (Fed. Cir.), cert. denied, 
469 U.S. 872 (1984); In re Van Geuns, 988 F.2d at 1184, 26 
USPQ2d at 1058-59 (Fed. Cir. 1993). 

Each claim of any application or patent to be involved in 
the interference is designated to correspond to the count or not 
to correspond to the count. A preliminary determination is 
made by the PTO as to which claims should be designated to 
correspond to the count. The claims that are initially determined 
to define the same patentable invention as the count are desig- 
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nated to correspond to the count. All other claims are designated 
as not corresponding to the count. The designation of claims 
as corresponding or not corresponding provides a starting point 
in an interference. Under PTO practice, there is a presumption 
that the designation of a claim as corresponding or not corres- 
ponding to a count is correct. 

The rules authorize a party to file a preliminary motion to 
redefine an interference by designating a claim as corresponding 
or not corresponding to a count. 37 CFR § 1.633(c)(3) and (4). 
Prior to Van Geuns, the PTO had interpreted the rules to require 
a preliminary motion to designate a claim as not corresponding 
to a count as a condition to being able to argue to an examiner- 
in-chief or the Board that the claim is separately patentable 
from the other claims designated to correspond to the count. 
See Brooks v. Street, 16 USPQ2d 1374, 1378, (Bd. Pat. App. & 
Int. 1990); Flehmig v. Giesa 13 USPQ2d 1052, 1054, (Bd. Pat. 
App. & Int. 1989); Kwon v. Perkins, 6 USPQ2d 1747, 1751 
(Bd. Pat. App. & Int. 1988), aff'd on other grounds, 886 F.2d 
325, 12 USPQ2d 1308 (Fed. Cir. 1989); see also Lamont v. 
Berquer, 7 USPQ2d 1580, 1582 (Bd. Pat. App. & Int. 1988). 
In Van Geuns, however, the Federal Circuit interpreted the 
rules differently, stating: 

“[T]he position of the Commissioner that claims designated 
as corresponding to a count stand or fall with the patentability 
of the subject matter of the count is overbroad.” 

988 F.2d at 1185, 26 USPQ2d as 1060. The Federal Circuit 
further stated: 

“[W]e conclude that a party to an interference, who has 
failed to timely contest the designation of claims corresponding 
to a count, has not conceded that the claims corresponding to 
a count are anticipated or made obvious [i.e., are unpatentable] 
by the prior art when the subject matter of the count is deter- 
mined to be unpatentable for obviousness. The PTO must deter- 
mine, based n the actual prior art reference or references, 
whether claims not [designated as] corresponding exactly to 
the count are unpatentable.” 

Id. at _, 26 USPQ2d at 1060. The Federal Circuit still further 
stated: 

“The interference rules do not specify whether a party may 
argue the patentability of claims separately to the EIC [exam- 
iner-in-chief] and the board.” 

Id. at _, 26 USPQ2d at 1060. 

The changes proposed to the interference rules are designed 
to overcome the Federal Circuit’s statement. 

Subsection (f) of 37 CFR § 1.601, as proposed to be amended, 
would clarify that claims are designated to correspond to a 
count. The designation constitutes a rebuttable presumption 
that, with respect to patentability, the claims stand or fall with 
the count. 

Subsection (f) would also eliminate the “but which defines 
the same patentable invention as the count” language, thereby 
eliminating the definition of “same patentable invention” in 37 
CFR § 1.601(n) from the designation of claims that correspond 
substantially to a count. The purpose of the proposed changes 
is to overcome the Federal Circuit’s Van Geuns’statement that 
“[i]f a party does not timely contest the designation of claims, 
there is in effect a concession that all of the designated claims 
would be anticipated or made obvious if the count were actually 
prior art.” Id. at _, 26 USPQ2d at 1060. 

Finally, the definition of a “phantom count” would be revised 
to — that it is unpatentable to the parties under 35 U.S.C. 
§ 112. 

Subsection (k) of 37 CFR § 1.633, as proposed to be 
amended, would provide that a party who fails to contest, by 
way of a timely preliminary motion under 37 CFR § 1.633, 
the designation of a claim as corresponding to a count may 
not subsequently argue to an examiner-in-chief or the Board 
the separate patentability of claims designated to correspond 
to a count. 

The first sentence of section 1.641, as proposed to be 
amended, would be redesignated subsection (a) and would 
clarify that the Examiner-in-Chief would notify the parties by 
order of the unpatentability of claims designated as corres- 
ponding to a count. The word “corresponding” would be 
changed to “designated to correspond” to conform with the 

revision to subsection 1.601(f). Proposed subsection 
(a) would also indicate that responses to the order may include 
argument and any preliminary motion permitted under § 
1.633(c), (d), or (h) as well as any supporting evidence. 
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A new subsection (b) would be added to section 1.641 that 
would specify that the opposition and reply practice undersec- 
tion 1.638 applies to a pre motion filed in response 
to the Examiner-in-Chief’s order under subsection (a) of this 
section. 

Finally, the last sentence of the current section, 1.641 would 
be redesignated as subsection (c) and would include a reference 
to the preliminary motions under section 1.633 permitted under 
the revision to subsection (a) of this section. 

These rules will apply prospectively except when an exam- 
iner-in-chief notifies a party in an interference to the contrary. 
If a party is notified, the party will be given an opportunity to 
respond regarding the patentability of a count in the interfer- 
ence. 


OTHER CONSIDERATIONS 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), 
Executive Orders 12291 and 12612 and the Paperwork Reduc- 
tion Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these proposed rule changes will not have 
a significant economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The prin- 
cipal impact of these proposed changes would be to clarify the 
procedure for arguing the patentability of claims corresponding 
to a count in patent interferences and thereby eliminate any 
confusion, delay, or redundancy that might result from misinter- 
pretation of the current rules. 

The Office has determined that this tule change is 
not a major rule change, under Executive Order 12291. The 
annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers; 
individuals; industries; Federal, state or local government agen- 
cies; or geographic regions. There will be no significant effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States-based enterprises to 
— with foreign-based enterprises in domestic or export 


MT piitete chee decmntanteatittienientnive Seler- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

The rule change will not impose a burden under the Paper- 
work Reduction Act. 1980, 44 U.S.C 3501 et seq., since no 
record-keeping or reporting requirements within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions 
and patents. For the reasons set out in the preamble, it is 
to amend 37 CFR part 1 wherein removals are indi- 

cated by brackets ([ ]) and additions by arrows (® 4) as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR part 1 would continue to 
read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.601 is proposed to be amended by revising Para- 
graph (f) to read as follows: 


§ 1.601 Scope of rules, definitions. 


**** * 


(f) A “count” defines the interfering subject matter between: 
(1) two or more applications or 
(2) one or more applications and one or more patents. 


When there is more than one count, each count shall define 
a separate patentable invention. Any claim of an application 
or patent [which] that is designated to correspond{s] to a 
count is a claim involved in an interference within the meaning 
of 35 U.S.C. 135(a). A claim of a patent or invention >that 
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[which] is identical to a count is said to “correspond exactly” 
to the count. A claim of a patent or application that [which] 
is not identical to a count [, but which defines the same patent- 
able invention as the count,] is said to correspond substantially” 
to the count. When a count is broader in scope than all claims 
Pthat<¢ [which] correspond to the count, the count is a 
“phantom count.” A phantom count is not patentable to any 
party under 35 U.S.C. 112. 


x*eeK * 


3. Section 1.633 is proposed to be amended by adding a new 
paragraph (k) to read as follows: 


§ 1.633 Preliminary motions. 


x*eeEK * 


(k) A party who fails to contest, by way of a timely filed 
preliminary motion under § 1.633(c), the designation of a claim 
as corresponding to a count may not subsequently argue to an 
Examiner-in-Chief or the Board the separate patentability or 
the lack of separate patentability of claims designated to corre- 
spond to the count. 


4. Section 1.641 is proposed to be revised as follows: 


Unpatentability Discovered by Examiner-in-Chief 


»>(a)<4 During the pendency of an interference, if the exam- 
iner-in-chief becomes aware of a reason why a claim Pdesig- 
nated to correspond [corresponding] to a count may not be 
patentable, the examiner-in-chief may [notify] enter an order 
notifying the parties of the reason and set a time within 
which each party may present its views, which may include 
argument and any appropriate preliminary motion under § 
1.633(c), (d), or (h), including any supporting evidence<4. 


P>(b) If a party timely files a preliminary motion in response 
to the order of the examiner-in-chief, any opponent may file 
an opposition pursuant to § 1.638(a). If an opponent files an 
opposition, the party may file a reply pursuant to § 1.638(b).<4 


P>(c)<4 After considering any timely filed views, P including 
any timely filed preliminary motions under § 1.633,<4 the exam- 
iner-in-chief shall decide how the interference shall proceed. 


MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner 
of Patents and Trademarks 


[1153 OG 59} 


July 16, 1993 


(119) Availability of Interference Files and 
InterferenceRelated Application and Patent Files 


This notice describes simplified procedures for inspecting 
and/or obtaining copies of interference files and related applica- 
tion and patent files. Prior to April, 1995, pending and termi- 
nated interference files and other files involved in pending 
interferences could be inspected and released for copying at 
the self-service copy center located at the Board of Patent 
Appeals and Interferences. Because of (1) repeated and substan- 
tial file integrity problems with released files and (2) the 
growing space needs of the Board, this facility was discon- 
tinued. Copies of files could only be obtained through Certifica- 
tion Division. In order to improve the availability of these files 
this procedure has been modified. The new procedures are 
described below. 


Terminated interferences 


Subject to statutory and regulatory limitations on availability 
(35 U.S.C. § 122; 37 C.F.R. §§ 1.11 and 1.14) terminated 
interference files and application and patent files involved in 
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terminated interferences may be inspected at and copies 
obtained through the Files iniewation Unit. ((703) 308-2733.) 


Pending interferences 


As a general matter, pending applications and interference 
ies ano nek eaidhte ts the outta 35 U.S.C. § 122; 37 C.F.R. 
§§ 1.11(e) and 1.14. The parties to an interference or their 
representatives (e.g., those having a duly executed power to 
inspect) may inspect pending interference files and involved 
application and patented files, by appointment, at the Board of 
Patent Appeals and Interferences. Appointments should be 
made with the Clerk of the Board at (703) 308-9797. The 
parties to a pending interference or their representatives may 
obtain copies of pending interference files and involved files 
by placing an order through Certification Division ((703) 308- 
9726 in the Washington, D.C., Metro Area or (800) 972-6382 
outside Washington, D.C.). 


BRUCE H. STONER, JR. 
Acting Chief Administrative 
Patent Judge 


[1184 OG 15] 


(120) Department of Commerce 
Trademark Office 


Patent and 


37 CFR Part 1 
[Docket No. 950207044-5044-01] 
RIN: 0651-AA71 


Patent Appeal and Interference Practice 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule 
Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases relating to patent appeal 
and interference proceedings. The changes include amendments 
to conform the interference rules to new legislative require- 
ments and a number of clarifying and housekeeping amend- 
ments. 
Effective Date: This document is effective April 21, 1995, 
except section 1.11(e), which is effective March :7, 1995. 
For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 603-3361 or by mail marked to the attention 
of Fred E. McKelvey at P. O. Box 15647, Arlington, Virginia 
22215. 
pa gon oe ge A Notice of Proposed Rulemaking 
was published in the Federal Register (59 FR 50181) on 
October 3, 1994, and in the Official Gazette of the Patent and 
Trademark Office (1167 Off. Gaz. Pat. Office 98) on October 
25, 1994. In response to a request for written comments, twenty- 
six written comments were received. A public hearing was held 
on December 7, 1994, at which four witnesses testified. The 
ae See ee ae 
hearing represent the views of n individuals and corpora- 
tions and three patent law associations, namely, the Committee 
on Interferences of the American Bar Association, the Interfer- 
ence Committee of the American Intellectual Property Law 
Association and the Japan Intellectual Property Association. 
These comments and suggestions are addressed below in the 
discussion of the rule changes to which they pertain. A number 
of en wey A rule changes, though meritorious, cannot be 
adopted at this time because they are believed to be outside 
the scope of the present rulemaking. Accordingly, those sugges- 
tions will be the subject of a future rulemaking. 

The provisions of the rules, as amended, will be applied in 

interferences to the extent reasonably possible. How- 

ever, it is the desire of PTO to avoid applying the rules, as 
adopted, to interferences where substantial prejudice 
would result. For example, generally speaking, in cases where 
the periods for filing preliminary motions and preliminary state- 
ments have been set, the current preliminary motion and prelim- 
inary statement rules will apply, although parties are free to 
voluntarily comply with the rules as amended. Generally 
soushing, tb o0btb abate Gee astinany palniptiese beanaa, 
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the current testimony and record rules will apply. The question 
papa deg. ~ enralgar saga a marry: 
is a matter within the discretion of the administrative patent 
judge or the Board. 


I. Amendments Responsive to Adoption of Public Laws 103- 
182 and 103-465. 

As indicated in the Notice of Proposed Rulemaking, several 
<acaaaewiieiae ae 37 CFR 1.601 
et seq.) are responsive to Public Law 103-182, 107 Stat. 2057 
ri (North American Free Trade Agreement Implementation 

Act, hereinafter NAFTA Implementation Act), which amended 
35 U.S.C. 104 to permit an applicant or patentee, with respect 
to an application filed on or after December 8, 1993, to rely 
on activities occurring in a “NAFTA country” to prove a date 
of invention no earlier than December 8, 1993, except as pro- 
vided in 35 U.S.C. 119 and 365. On December 8, 1994, which 
was subsequent to publication of the Notice of Proposed Rulem- 
aking, Public Law 103-465, 108 Stat. 4809 (1994) (Uruguay 
Round Agreements Act) was signed into law, which further 
amended 35 U.S.C. 104 to permit an applicant or a patentee, 
with respect to an application filed on or after January 1, 1996, 
to rely on activities occurring in a WTO member country to 
prove a date of invention no earlier than January 1, 1996, except 
as provided in 35 U.S.C. 119 and 365. Section 104, as amended 
by Public Law 103-465, reads as follows: 


§ 104. Invention made abroad 
(a) IN GENERAL.-- 


(1) PROCEEDINGS.--In proceedings in the Patent and 

Trademark Office, in the courts, and before any other competent 
authority, an applicant for a patent, or a patentee, may not 
establish a eine of invention by reference to knowledge or use 
thereof, or other activity with respect thereto, in a foreign 
country other than a NAFTA country or a WTO member 
country, except as provided in sections 119 and 365 of this 
title. 


(2) RIGHTS.-- If an invention was made by a person, civil 
or military-- 


(A) while domiciled in the United States, and serving in any 
other country in connection with operations by or on behalf of 
the United States, 


(B) while domiciled in a NAFTA country and serving in 
another country in connection with operations by or on behalf 
of that NAFTA country, or 


(C) while domiciled in a WTO member country and serving 
in another country in connection with operations by or on behalf 
of that WTO member country, 


that person shall be entitled to the same rights of priority in 
the United States with respect to such invention as if such 
invention had been made in the United States, that NAFTA 
country, or that WTO member country, as the case may be. 


(3) USE OF INFORMATION.-- To the extent that any infor- 
mation in a NAFTA country or a WTO member country con- 
cerning knowledge, use, or other activity relevant to proving 
or disproving a date of invention has not been made available 
for use in a proceeding in the Patent and Trademark Office, a 
court, or any other competent authority to the same extent as 
such information could be made available in the United States, 
the Commissioner, court, or such other authority shall draw 
appropriate inferences, or take other action permitted by statute, 
tule, or regulation, in favor of the party that requested the 
information in the proceeding. 


(b) DEFINITIONS. -- As used in this section-- 
(1) the term ‘NAFTA country’ has the meaning given that 


term in section 2(4) of the North American Free Trade Agree- 
ment Implementation Act; and 
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(2) the term ‘WTO member country’ has the meaning given 
that term in section 2(10) of the Uruguay Round Agreements 
Act. 


Section 2(4) of the NAFTA Implementation Act is codified at 
19 U.S.C. 3301; § 2(10) of the Uruguay Round Agreements 
Act is codified at 19 U.S.C. 3501. 

The Notice of Proposed Rulemaking proposed adding a new 
paragraph (r) to § 1.601 defining “NAFTA country” to mean 
“NAFTA country” as defined in section 2(4) of the NAFTA 
Implementation Act and “non-NAFTA country” to mean a 
country other than a NAFTA country. One comment questioned 
whether “NAFTA country” should be defined in the rules to 
include the United States. The answer is no. “NAFTA country” 
as used in 35 U.S.C. 104 has the meaning given that term in 
section 2(4) of the NAFTA Implementation Act, which refers 
to only Canada and Mexico. Another comment observed that 
the proposed terms “NAFTA country” and “non-NAFTA 
country” do not appear to contemplate that inventive acts may 
occur in a foreign place that is not part of any “country” and 
suggested either using the phrase “outside the United States or 
a NAFTA country” instead of “non-NAFTA country” or else 
defining “non-NAFTA country” to mean “a place other than 
the United States or a NAFTA country.” The comment is well 
taken. In view of the comment and the amendment of 35 U.S.C. 
104 by the Uruguay Round Agreements — to permit reliance 
on activities in WTO member countries, the proposed term 
“NAFTA country” is replaced in §§ 1 622, 1.623, 1.624 and 
1.628, which set forth the requirements for preliminary state- 
ments and for correcting preliminary statements, by the phrase 
“NAFTA country or WTO member country” and the proposed 
term “non-NAFTA country” is replaced by the phrase “place 
other than the United States, a NAFTA country or a WTO 
member country.” Furthermore, the references in §§ 1.622(b) 
and 1.623(a) to the “second sentence of 35 U.S.C. 104” have 
been changed to “35 U.S.C. 104(a)(2)” to reflect the fact that 
35 U.S.C. 104 as amended by the Uruguay Round Agreements 
Act includes paragraphs (a)(1), (2) and (3). For example, § 
1.622(b) is revised to read: 


(b) The preliminary statement shall state whether the 
invention was made in the United States, a NAFTA country 
(and, if so, which NAFTA country), a WTO member country 
(and if so, which WTO member country), or in a place other 
than the United States, a NAFTA country, ora WTO member 
country. If made in a place other than the United States, a 
NAFTAcountry, or a WTO member country, the preliminary 
statement shall state whether the party is entitled to the 
benefit of 35 U.S.C. 104(a)(2). 


For the above-stated reasons, § 1.601 is revised by adding 
new (x), which, as proposed, defines “NAFTA 
country” to have the meaning given that term in section 2(4) 
of the North American Free Trade Act Implementation Act, 
Pub. L. 103-182, 107 Stat. 2060 (1993). However, since, as 
noted above, the term “non-NAFTA country” is not being 
adopted, the proposal to also define that term in § 1.601(r) is 
hereby withdrawn. Section 1.601 is also revised to include a 
Pw paragraph (s) that defines “WTO member country” to have 

the meaning given that term in section 2(10) of the Uruguay 
Round Agreements Act, Pub. L. 103-465, 108 Stat. 4813 (1994). 

Section 1.684, which relates to the taking of testimony in 
a foreign country, is removed and reserved in view of the 
amendments to §§ 1.671-72. Section 1.672 is amended by 
revising paragraph (a), revising current paragraph (b) and redes- 
ignating parts of it as new psn rpar (b), (c) and (d), removing 
and reserving paragraph (c) and redesignating it as new para- 
graph (e), revising rarer (d) and (e) and redesignating 
them as new paragraphs (f) and (g), and redesignating paragraph 
(f) as new paragraph (h). 

Specifically, the Notice of Proposed Rulemaking proposed 
amending § 1.672(a) to require that “testimony not compelled 
under 35 U.S.C. 24 or compelled from a party or in another 
country” be taken only by affidavit. Several comments ques- 
tioned whether the term “compelled” also applies to the phrase 
“in another country” and suggested inserting “compelled” 
before that phrase if that is the intent. Inasmuch as the comment 
correctly states the intent, the suggestion in the comment is 
being adopted. 
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One comment supported limiting non lied direct testi- 
mony to affidavits on the ground that it reduce the cost 
of submitting testimony-in-chief and will eliminate economic 
harassment by a more affluent party of a less affluent opponent, 
since the less affluent opponent will no longer be required to 
pay the expense of counsel to attend depositions called by 
the more affluent party for taking direct testimony. Several 
comments were maintaining that affidavits are inher- 
ently less credible than live testimony. One comment states: 


Ours is the only country that supports interferences and 
we should be proud of it, because it demonstrates our commit- 
ment to the concept that it is more important to seek right 
and justice than to settle for a single arbitrary rule of conve- 
nience, no matter how convenient. Even if we don’t always 
secure the right result, at least we try. As we invite the rest 
of the world to become full participants in this uncommon 


philosophy, we should endeavor to present it in its best light. 


How we conduct a trial is a centerpiece of our judicial 
system. Our interference trial by deposition is a reasonable 
compromise from a trial in a courtroom type setting. But a 
trial by affidavit is no trial at all! Affidavits are inevitably 
contrived, artificial, and often argumentative. They cannot 
substitute for the extemporaneous words of a witness (even 
if well coached), and cross-examination is not likely to recon- 
struct the real truth. Even if it is just in a nuance of expression, 
it is gone. 


The current approach of providing a choice between depo- 
sition and affidavit testimony is difficult to accept, but at 
least it is justifiable on the basis that so many patent attorneys 
simply don’t know how to conduct a deposition, while they 
do have some experience with affidavits. But the proposal 
to make affidavits mandatory for direct testimony is contrary 
to my understanding of American jurisprudence. 


Direct testimony on behalf of a party by oral deposition is 
said to be advantageous to the opponent in that the testimony 
is the witness’ own, the demeanor of the witness can be 
observed by the opponent (but demeanor is not observed by any 
member of the Board), and cross-examination can be carried out 
without a period during which it is said that the witness can 
be coached in preparation for cross-examination. However, 
under current practice a party can elect to deprive its opponent 
of these advantages by electing to use affidavits. Deposition 
testimony is also said to be advantageous to the party offering 
the testimony, who may find it more convenient to present the 
witness at a single deposition for direct and cross-examination 
than to first prepare an affidavit for direct testimony and later 
produce the witness at a deposition for cross-examination by 
an opponent. These supposed advantages are believed to be 
outweighed by the advantages of requiring that direct non- 
compelled testimony be in affidavit form. As recognized by 
those who favor direct testimony by affidavit, there are at least 
two advantages to taking direct testimony by affidavit, i.e., (1) 
reducing the cost of presenting a party’s own direct testimony 
and (2) avoiding the expense of attending an opponent’ s deposi- 
tions for direct testimony. There are a number of other advan- 
tages when direct testimony is taken by affidavit rather than 
deposition. First, because an opponent will have seen all of 
the party’s direct testimony prior to beginning cross-examina- 
tion, the opponent should be able to carry out a more pointed 
and efficient cross-examination, thereby avoiding the need to 
recall a witness for further examination during the opponent’s 
rebuttal case, which can be costly in time and expense to both 
the party and the opponent. Second, a party presenting direct 
testimony by affidavit is less likely to inadvertently, and perhaps 
fatally, omit an essential part of its proofs than when presenting 
direct testimony by oral deposition. Third, affidavit testimony 
will be advantageous to the Board because affidavit testimony 
can be evaluated more expeditiously than can deposition tran- 
scripts, which frequently present the facts in an incoherent 
manner and too often include a considerable amount of disrup- 
tive attorney colloquy. — in the case of direct testimony 
by persons testifying in a foreign language, testimony by affi- 
davit (in the English tee 9 should be considerably less 
cumbersome than testimony by oral deposition through transla- 
tors. 
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Two comments suggested that there may be cases in which 
both parties find it mutually convenient to t their direct 
testimony by oral deposition and that under circumstances 
~ er sere ea t judge should be allowed to authorize 


ecrumebeiiadieiaes te 
oe Sicieusdee diterumabadendeeed reducing the 
likelihood of omitting an essential part of the proofs endboving 
the Board consider direct testimony presented in a more 
coherent form. 

Another comment suggested that there appears to be no need 
why all testimony abroad must be by oral deposition, noting, 
for example, ees gs eer api 
an affidavit comprising direct testimony, provided cross. 
examination will be conducted in the witness’s home country. 
Still another comment asked how the parties should handle a 
situation where a party’s witness residing in a foreign country, 
due to health or other serious i t, is unable to travel 
to the United States for cross-examination, but is willing to 
testify in the foreign country, which allows testimony, for 
example, only by written interrogatories. The answer in both 
situations, as well as in other unusual situations not provided 
for by the rules, is to file a motion (§ 1.635) for permission 
to take the testimony in a manner other than by deposition. 
The motion may or may not be granted depending on the 
particular circumstances. In order to make it clear that the 
administrative patent judge and the Board have discretion in 
unusual circumstances to grant appropriate relief, § 1.672 is 
further revised by adding a new paragraph (i) reading as follows: 


(i) In an unusual circumstance and upon a showing that 
testimony cannot be taken in accordance with the provisions 
of this subpart, an administrative patent judge upon motion 
(§ 1.635) may authorize testimony to be taken in another 
manner. 


Section 1.672(b), as it was proposed to be revised in the 
Notice of Proposed Rulemaking, includes a requirement that 
a party presenting testimony of a witness by affidavit, within 
the time set by the administrative patent judge for serving 
affidavits, file a copy of the affidavit. Since, for reasons dis- 
cussed infra, § 1.671(e) is being retained in modified form 
rather than being removed and reserved, as was proposed, § 

> a? 1.672(b), permits a party 
to file a copy of the affidavit or, if appropriate, a notice under 
1.671(e). If the affidavit relates to a party’s case-in-chief, it shall 
be filed or noticed no later than the date set by an administrative 
patent judge for the party to file affidavits for its case-in-chief. 
If the affidavit relates to a party’s case-in-rebuttal, it shall be 
filed or noticed no later than the date set by an administrative 
patent judge for the party to file affidavits for its case-in- 
rebuttal. A party shall not be entitled to rely on any document 
referred to in the affidavit unless a copy of the document is 
filed with the affidavit. A party shall not be entitled to rely on 
any thing mentioned in the affidavit unless the opponent is 
given reasonable access to the thing. A thing is something other 
than a document. 

As proposed in the Notice of Proposed Rulemaking, a new 
paragraph {c) is added to § 1.672 stating that where an opponent 
objects to the admissibility of any evidence contained in or 
submitted with an affidavit, the opponent must file and serve 
objections stating with particularity the nature of the objection. 
Any objection should identify the specific Federal Rule of 
Evidence that renders the evidence inadmissible and shall 
explain why the Rule applies to the evidence sought to be 

introduced. No oppositions to the objections are authorized. 
Rather, the party may respond by filing supplemental evidence 
in the form of eftidavits, official records and printed publica- 
tions. Alternatively, the party may determine that the objection 
is without merit and do . One comment suggested that 
“supplemental affidavits and supplemental official records and 
printed publications” in the third sentence of § 1.672(c) as 
proposed be changed to “one or more supplemental affidavits, 
official records or printed publications.” The suggestion is being 

. The same or similar changes have been made in the 
third sentence of § 1.682(c) and in the third sentence of § 
1.683(b); in the third sentence of § 1.688(b) “supplemental 
affidavits” has been changed to “one or more supplemental 
affidavits.” Section 1.672(c) further provides that any objec- 
tions to the admissibility of any evidence contained in or sub- 
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mitted with a supplemental ae by a 
ee 

As propo nthe Noe of PopoedRaemaking § 1.672 
a ea d) requiring any cross- 
examination of an affiant to be by deposition at a reasonable 
location within “the United States,” which is defined in § 
1.601(p) and 35 U.S.C. 100(c) to mean “the United States of 
America, its territories and possessions.” For purposes of the 
interference rules, the term “territories and possessions” is 
broadly construed to refer to all territories and possessions of 
the United States, including, for example, the Commonwealth 
of Puerto Rico. 

An opponent who believes that a party is producing an affiant 
for cross-examination in an “unreasonable” location may move 
(§ 1.635) for entry of an order by an administrative patent 
eae et cca amet eke el 
Paragraph (d) also requires that the party whose witness is to be 
cross-examined give notice of the deposition under § 1.673(e), 
obtain a court reporter and provide a translator if the witness 
will not testify in English. Although not expressly set forth in 
the rules as amended, it should be understood that any party 
attending the deposition can bring its own translator or the 


parties can agree to share the cost of a single mutually agreeable 
translator. 


Bi ne were received against the proposal that § 1.672(d) 
ire cross-examination of affiants to be conducted by oral 
deposition “at a reasonable location within the United States.” 
One comment suggested that requiring a witness who resides 
in a foreign country to travel to the United States for cross- 
examination will be extremely inconvenient where the witness 
is a key person for a company. The comment also suggested 
that the term “United States” be amended to additionally include 
U.S. embassies and/or consulates in foreign countries, at least 
for purposes of conducting cross-examination. The suggestion 
is not being adopted. Given the time differences between the 
United States and Europe or the United States and Asia, it is 
highly likely that administrative patent judges would not be 
on duty to rule on telephonic requests for admissibility of 
evidence. Furthermore, a party whose witness is to testify on 
cross-examination at a “trial” (i.e., interference proceeding) 
in the United States should produce the witness for cross- 
examination at a reasonable location within the United States. 
Finally, in view of PTO’s general lack of experience regarding 
procedures for, and difficulties which may arise in, taking 
ition testimony in a foreign country, PTO has decided, 
at least for the time being, to take a conservative approach 
regarding taking testimony in a foreign country. The approach 
will be reevaluated after PTO gains some experience with 
foreign deposition testimony taken pursuant to § 1.671(h). 
One comment suggested inserting a comma after “ 
in the fifth sentence of § 1.672(d), as well as in the 
fifth sentences of proposed §§ 1.682(d), 1.683(c) and 1.688(c). 
The suggestion is being adopted. 
The Notice of Rulemaking proposed to pn 
current § 1.672(d) (“When a deposition is authorized under 
this subpart, if the parties agree in writing, the deposition may 
be taken before any person authorized to administer oaths, at 
any place, upon any notice, and in any manner, and when so 
taken may be used like other depositions.”) as § 1.672(f). One 
comment questioned whether § 1 672(f) (former § 1.672(d)) 
authorized 


applies to cross-examination deposition testimony au 
by §§ 1.672(d), 1.673(a), 1.682(d), 1.683(c) and 1.688(c). 
Implicit in the comment is a question of whether proposed § 
1.672(f) would authorize the parties, with respect to deposition 
testimony that has been authorized by the rules or by an adminis- 
trative patent judge to be taken in the United States, to agree 
to take the deposition outside the United States. For the reasons 
discussed above, the parties may not agree, absent the permis- 
sion of an administrative patent judge or the Board, to take a 
— outside the United States. Accordingly, § 1.672(f), 
as amended, provides that depositions authorized to be taken 
within the United States are to be taken within the United 
States: “When a deposition is authorized to be taken within 
the United States under this subpart and if the parties agree in 
writing, the deposition may be taken in any place within the 
United States, before any person authorized to administer oaths, 
upon any notice, and in any manner, and when so taken may 
be used like other depositions.” 
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Current § 1.672(e), which is being redesignated as § 1.672(g), 
reads as follows: “If the parties agree in writing, the testimony 
of any witness may be submitted in the form of an affidavit 
without opportunity for cross-examination. The affidavit shall 
be filed in the Patent and Trademark Office.” Although not 
proposed in the Notice of Proposed Rulemaking, this section 
is revised to be consistent with the other amendments to §§ 
1.671-73 so as to read as follows: “If the parties agree in 
writing, the affidavit testimony of any witness may be submitted 
without opportunity for cross-examination.” 

As proposed in the Notice of Proposed Rulemaking, current § 
1.672(f), which concerns the filing of agreed statements setting 
forth how a particular witness would testify if called or the 
facts in the case of one or more of the parties, is redesignated 
as § 1.672(h). 

In addition to the proposed amendments discussed above, 
current § 1.672(b) is revised, as i i 
Amendments” part of the Notice of Proposed Rulemaking, by 
deleting the third sentence, which specifies the type of paper 
to be used for affidavits, as superfluous in view of § 1.677(a); 
and in paragraph (d), the fifth sentence (“A party electing to 

present testimony of a witness by deposition shall notice a 
deposition of the witness under § 1.673(a).”) is removed as 
superfluous in view of the second sentence of new § 1.672(d). 

In § 1.671, the Notice of Proposed Rulemaking proposed to 
amend (a) to read as follows: “Evidence consists of 
testimony and exhibits, official records and publications filed 
under § 1.682, testimony from another interference, proceeding, 
or action filed under § 1.683, and discovery relied upon under 
§ 1.688, and the specification (including claims) and drawings 

” One comment suggested 
that “and discovery” be changed to “discovery” in order to 
remove an unnecessary “and.” The suggestion is being adopted. 
Another comment suggested inserting “and exhibits” after “tes- 
timony” in the phrase “testimony from another interference, 
proceeding, or action under § 1.683.” The suggestion is being 

but with the term “exhibits” prefaced by “referenced” 
to make it clear that it relates only to exhibits referred to by 
a witness in an affidavit or during an oral deposition. Clarifica- 
tion is necessary because, as noted in the discussion of § 
1.653(c)(5), infra, the term “exhibit” also includes official 
records and printed publications relied on under § 1.682, which 
are not referred to by a witness in an affidavit or during an 
oral deposition. For the same reason, “referenced” is also 
inserted before the first occurrence of “exhibits” in § 1.671(a). 
A similar clarifying amendment is also made to § 1.683(a). 

The Notice of Proposed Rulemaking proposed to revise § 
1.671(f) to state that “[t]he significance of documentary and 
other exhibits identified by a witness in an affidavit or during 
oral deposition shall be discussed with particularity by the 
witness” (emphasis added) in order to clarify that the require- 
ment for the significance of documentary and other exhibits to 
be discussed with particularity by a witness applies only to 
documentary and other exhibits identified by a witness in an 
affidavit or during oral deposition. One comment indicated that 
proposed § 1.671(f) fails to recognize that a witness may be 
called merely to authenticate a piece of evidence, e.g., a photo- 
graph, which is to be discussed with particularity by another 
witness. The comment is well taken. Accordingly, § 1.671(f) 
is revised to read as follows: “The significance of documentary 
and other exhibits identified by a witness in an affidavit or 
during oral deposition shall be discussed with particularity by 
a witness.” Thus, § 1.671(f) does not apply to official records 
and printed publications submitted into evidence pursuant to 
§ 1.682(a). 

The Notice of Proposed Rulemaking proposed that § 
1.671(g), which currently requires a party to file a motion (§ 
1.635) to obtain permission prior to taking testimony or seeking 
documents or things “under 35 U.S.C. 24° .” be revised to require 
a motion “pri lling testimony or production of docu- 
ments or things under 35 U.S.C. 24 or from a party.” One 
comment suggested that the requirement to obtain permission 
from an administrative patent judge before noticing an 
7 gi ly egret ey ecm is important. 

Another comment took issue with the requirement and the 
statement in the Notice of Proposed Rulemaking that “all depo- 
sitions for a case-in-chief would have to be approved by an 
administrative patent judge” (59 FR at 50191), stating: 
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I suppose that means by motion with an explanation of 
what the deposition will cover. Such a procedure will destroy 
the ability to obtain effective testimony from an adverse 
witness, because of the need to reveal the strategy. Particu- 
larly in a derivation contest, the ability to obtain unrehearsed 
testimony of the adverse party will be lost, and he [sic; his 
testimony] may be the only corroboration available. Hereto- 
fore, taking the deposition of one’s adverse party to obtain 
evidence for one’s case-in-chief has been a matter of right 
on serving proper notice. It is essential that this right be 
preserved. Obviously, this should not be used to 
discover a senior party’s case-in-chief, and that limitation is 
easily protected by objection to any such questions that are 
not also related to the junior party’s case-in-chief, and then 
either (a) calling the judge for an immediate ruling, or (b) 
refusing to answer the question. 


Assuming for the sake of argument that the current interfer- 
ence rules permit a party to notice the deposition of an oppo- 
nent’s witness in order to take direct testimony of the type 
described above without first obtaining permission from an 
administrative patent judge, the interference rules do not pro- 
vide any sanction for the failure of the witness to ata 


appear 
noticed deposition. Consequently, even under the current rules 
the party seeking the testimony of an opponent’s witness, as 


a practical matter, must obtain an order from an administrative 

eee ca atten oni see Doel Ph 
that the opponent can be sanctioned under § 1.616 if the witness 
fails to appear. 

One comment suggested that the proposed new last sentence 
for § 1.671(g) (“The testimony of the witness shall be taken 
on oral ition.”) be omitted as a eee in view of § 
1.672(a) as amended. The suggestion is being adopted. 

A comment suggested that § 1.671(g) be modified to 
expressly apply to an entity or witness under the opponent's 
control. The modification is not believed to be . The 
term “party” is defined in § 1.601(1) to include an inventor’s 
legal representative or assignee. The term “ t,” while 
not defined per se in the rules, is a “party” who happens to be 
a “second” party opponent of a “first” party. Section 1.671(g) 
applies where a witness is under the control of a party oppo- 
— S assignee. 

in the Notice of Proposed Rulemaking, a new 
Pind is added to § 1.671 providing that a party seeking 
to compel testimony or production of documents or things in 
a foreign country must file a motion (§ 1.635) to obtain permis- 
sion from an administrative patent judge. The motion must 
show that the witness has been asked to testify in the United 
States and has refused to do so or that the individual or entity 
having possession, custody, or control of the document or thing 
has refused to produce the document or thing in the United 
States, even though the moving party has offered to pay the 
expenses involved in bringing the witness or the document or 
thing to the United States. When permission has been obtained 
from the administrative patent judge, the party, after also com- 
plying with the requirements for an oral conference (§ 1.673(g)), 
and service of documents and a proffer of access to things (§ 
1.673(b)), must notice the deposition under § 1.673(a). 

With respect to the requirements for a motion to compel 
testimony or production of documents or things in a foreign 
country, one comment suggested that the phrase “possession, 
custody and control” in proposed § 1.671(h)(2)(iii) appears to 
include a typographical error and should be changed to read 
“possession, custody or control.” The suggestion is being 
adopted. 

Another comment suggested that the administrative patent 
judge would benefit from being additionally advised of (1) the 
foreign country where the witness, document or thing is located, 
(2) a summary of the procedures proposed to be followed to 
compel the testimony or production of documents or things in 
the foreign country, and (3) the time likely to be required to 
complete the procedures. In support, the comment notes that 
compelling testimony or production of documents in a foreign 
country can be so time-consuming that it may outweigh the 
benefit of allowing the testimony or documents to be obtained, 
considering their likely probative value and other relevant con- 
siderations. The comment continues that in order to allow the 
administrative patent judge to supervise the progress of the 
interference and to allow establishment of an appropriate 
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schedule for the interference, the rules should require the sug- 
gested procedural information. These suggestions are being 
adopted. Adoption of these suggestions, however, should not 
be construed as a policy determination by PTO that it intends 
to approve of, or tolerate, unwarranted delays in obtaining 
testimony in a foreign country. The spirit of 35 U.S.C. 104 
requires that evidence be obtainable in a foreign country essen- 
tially on the same basis that it is obtainable in the United States. 
When the laws and procedures in a foreign country make it 
so time-consuming to obtain evidence that the evidence is 
essentially not available in a reasonable manner, then the 
“adverse inferences” provision of new § 1.616(c) may be appro- 
priately applied. 

Another comment notes that proposed § 1.671(h)(1)(iv) for 
witnesses and § 1.671(h)(2)(iii) for documents and things 
assume that it will be possible to request the holder of the 
evidence to voluntarily produce it and obtain a definitive 
response to the request, whereas it is said that discovery experi- 
ence in foreign countries shows that those ing evidence 
often evade contact or, when contacted, evade giving a defini- 
tive response. Accordingly, the comment suggested that these 
provisions be reworded as follows: 


§ 1.671(h)(1)(iv). Demonstrate that the has made rea- 
sonable efforts to secure the agreement of the witness to testify 
in the United States but has been unsuccessful in obtaining the 
agreement, even though the party has offered to pay the 
= of the witness to travel to and testify in the United 

tates. 


§ 1.671(h)(2)(iii). Demonstrate that the party has made 
reasonable efforts to obtain the agreement of the individual 
or entity having possession, custody, or control of the docu- 
ment to produce the document or thing in the United States 
but has been unsuccessful in obtaining that agreement, even 
though the party has offered to pay thes expenses of producing 
the document or thing in the United States. 


The suggestion is being adopted. The expenses of a witness 
traveling to the United States means the round-trip travel 
expenses. 


The Notice of Proposed Rulemaking proposed the addition 
to § 1.671 of a new (j), which is patterned on para- 
graph (e) of § 1.684 (removed and reserved). Section 1.671(j), 
as it was proposed, reads as follows: 


(j) The ee to be given testimony taken in a foreign 
will be de 


country on a case-by-case basis. Little, 
if any, weight may be given to testimony taken in a foreign 
country unless the party taking the testimony proves by clear 
and convincing evidence (1) that giving false testimony in 
an interference proceeding is punishable as perjury under 
the laws of the foreign country where the testimony is taken 
and (2) that the punishment in a foreign country for giving 
such false testimony is similar to the punishment for perjury 
committed in the United States. 


A number of comments were received in response to the 
proposal. Two comments questioned whether § 1.671(j) is 
intended to apply to affidavit testimony as well as ee 
testimony. One comment suggested that the rule be —— 
limited to deposition testimony, since testimony by affidavit 
(including declarations) can be taken in foreign countries under 
the perjury provisions of 28 U.S.C. 1746(1), and is additionally 
subject to the safeguard of cross-examination in the United 
States under proposed § 1.672(d). For these reasons, and also 
because current § 1.684(e), on which § 1.671) is patterned, 
applies only to deposition eee = in a foreign country in 
the form of interrogatories answered under oath, the suggestion 
to expressly limit § 1.671(j) to deposition testimony is being 


Two comments stated that the party taking testimony in a 
foreign country should not have the burden of proving that the 
giving of false testimony is punishable as perjury under the 
law of the foreign country, as it may be difficult or impossible 
to prove or may not even be in dispute, and that the burden is 
especially unfair where a party is being forced to take testimony 
abroad by circumstances beyond its control. Both comments 
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suggested putting the burden instead on the opponent to show 
that the requirements are not similar, such as by moving under 
§ 1.635 to accord the testimony little weight or moving under 
§ 1.656(h) to suppress the testimony altogether. Section 
1.671(j), as proposed in the Notice of Proposed Rulemaking, 
does not alter who has the burden of proof with respect to 
testimony in a foreign country; the burden remains on the party 
offering the testimony, just as under current § 1.684(e). 
comment questioned whether the first sentence of 
the rule as it was proposed, because it states that the weight 
of testimony “will be determined on a case-by-case basis,” 
might be construed as allowing the effect to be given testimony 
in a particular foreign country in a given interference to be 
decided without regard to the effect given in prior interferences 
to testimony given in that country. The comment stated that 
the rule as proposed might be contrary to the goals of equal 
treatment of similarly situated parties and predictability of out- 
come, which would best be served by a system in which the 
Board publishes decisions making findings as to the adequacy 
of the testimonial procedures in particular foreign countries and 
then follows those decisions in subsequent cases, and suggested 
changing “on a case-by-case basis” to read “in view of all 
the circumstances, including the laws of the foreign country 
governing the testimony.” The suggestion is being 
Another comment suggested that the “clear and convincing 
evidence” standard in the second sentence of proposed § 
1.671(j) inappropriately implies that the determination of con- 
tent of the law of a foreign country is a question of fact. PTO 
intends to treat the determination of the content of the law of 
a foreign country as a question of fact. Accordingly, the lan- 
guage “as a matter of fact” is inserted in § 1.671(j). The same 
comment further indicates that the proposed second sentence 
is troublesome because it (1) requires a showing that giving 
false testimony is punishable as “perjury” under the laws of 
the foreign country rather than under some other name, (2) 
does not on its face allow the foreign offense to be applicable 
only when false testimony is given with the appropriate intent, 
and (3) requires that the foreign punishment be “similar to” 
United States punishment, when comparable or greater punish- 
ment would seem to serve the purpose of the proposed rule. 
The comment suggested that the foregoing problems can be 
avoided by replacing the proposed second sentence with the 
following sentence: 


Little, if any, weight may be given to oral testimony given 
in a foreign country unless it is demonstrated (1) that the 
giving of false testimony in the interference proceeding 
would be punishable under the laws of the foreign country 
where the testimony was taken under circumstances similar 
to those defined as perjury under the laws of the United 
States and (2) that the punishment in the foreign country for 
giving such false testimony is comparable to or greater than 
the t for perjury committed under the laws of the 
United States. 


The comment additionally suggested adding a third sentence 
patterned on the second and third sentences of Fed. R. Civ. P. 
44.1 and reading as follows: “Such a demonstration may be 
made by any relevant material or source, including testimony, 
whether or not admissible under this subpart.” To address the 
comments, which are believed to be well taken, the proposed 
second sentence is replaced with the following two sentences: 


Little, if any, weight wah be te to deposition testimony 
taken in a foreign country unless the party taking the testi- 
mony proves by clear and convincing evidence, as a matter 
of fact, that knowingly giving false testimony in that country 
in connection with an interference proceeding in the United 
States Patent and Trademark Office is punishable under the 
laws of that country and that the punishment in that country 
for such false testimony is comparable to or greater than the 
punishment for perjury committed in the United States. The 
administrative patent judge and the Board, in determining 
foreign law, may consider any relevant material or source, 
including testimony, whether or not submitted by a party or 
admissible under the Federal Rules of Evidence. 


The finally adopted language is also responsive to another 
comment requesting clarification of the term “similar” in order 
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to assist practitioners, and possibly foreign governments in 
promulgating laws in harmony with 35 U.S.C. 104 and § 1.671. 

In addition to the above amendments, § 1.671(a), which 
identifies the various types of testimony, is revised as 
in the “Miscellaneous Amendments” part of the Notice of Pro- 
se ot Rulemaking, by changing “evidence from another inter- 

ference, proceeding, or action filed under § 1.683” to “testimony 
from another interference, , or action filed under § 
1.683” in order to be consistent with the terminology of § 
1.683. Sections 1.671(c)(6) and (c)(7) are revised by changing 
“by oral deposition or affidavit” to “by affidavit or oral deposi- 
tion.” 

Section 1.673 is also amended as proposed in the “Miscella- 
neous Amendments” part of the Notice of Proposed Rulem- 
aking. Specifically, § 1.673(b) is revised by (1) changing the 
time for service of evidence to be relied on at an oral deposition 
from “at least three days” prior to the conference required by 
§ 1.673(g) when service is by hand or by Express Mail to “at 
least three working days” prior to the conference, (2) changing 
the time for service by any other means from 10 days to 14 
days prior to the conference and (3) removing the quotation 
marks around “Express Mail.” 

The second sentence of § 1.673(d) is removed, as proposed 
in the Notice of Proposed Rulemaking, as unnecessary, 
all depositions for a case-in-chief require approval by an admin- 
istrative patent judge. 

Section 1.673(e) is revised, as proposed, by changing Reo 
electing to present testimony by affidavit” 4 “party who 
presented testimony by affidavit.” 

One comment suggested amending § 1.673(g) to state that a 
party, prior to serving a notice of deposition and after complying 
with paragraph (b) of § 1.673, shall contact the administrative 
patent judge, who shall then have an oral conference with the 
party and all opponents. The suggestion, which is outside the 

of the present rulemaking, is not being adopted. In any 
event, it is expected that in most cases the parties will be able 
to agree on a time and place for depositions without the need 
for participation by an administrative patent judge. 

Concerning the first sentence of § 1.673(a), one comment 
suggested deleting the term “single” from “single notice of 


deposition” on the ground that the current language might be 
construed to mean that a party must file only a single notice 


of —— listing all depositions. The same suggestion was 
offered with respect to paragraph (€) of § 1.673. The suggestion, 
which is outside the scope of the present rulemaking, is not 
being adopted. 

The Notice of Proposed Rulemaking proposed to amend § 
1.616 by adding a new paragraph (c), patterned after 35 U.S.C. 
104(b), stating that to the extent that any information under 
the control of an individual or entity located in a NAFTA 
country or a WTO member country concerning knowledge, 
use, or other activity relevant to proving or disproving a date of 
invention has been ordered to be by an administrative 
patent judge or the Board (§ 1.671(h)), but is not produced for 
use in the interference to the same extent as such information 
could be made available in the United States, the administrative 
patent judge or the Board shall draw such adverse inferences 
as may be appropriate under the circumstances, or take such 
other action permitted by statute, rule, or regulation, in favor 
of the that requested the information in the interference. 
Section 1.616(c) further provides that this “other action” may 
include the imposition of appropriate sanctions under § 
1.616(a). 

One comment questioned whether the failure of an individual 
or entity located in a NAFTA country or a WTO member 
country to provide the information requested by a party can 
result in the imposition of sanctions against an nt from 
that country even though the opponent is not at fault. The 
answer is yes. One purpose of 35 U.S.C. 104 is to ensure that 
evidence for interferences is available in foreign countries in 
essentially the same manner that it is available in the United 
States. If the evidence is not available, then the appropriate 
inference provisions of 35 U.S.C. 104 shall be applied by PTO. 

After the Notice of Proposed Rulemaking was published, it 
became apparent that the term “ordered” in the phrase “to the 
extent that any information under the control of an individual 
or entity located in a NAFTA country or a WTO member 
country . . . has been ordered to be produced by an administrative 
patent judge or the Board” may not be appropriate. Neither an 
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administrative patent judge nor the Board can order testimony 
or production of documents and things in a foreign country 
from a witness who, or an entity that, is neither a party nor 
under the control of a party. Instead, an administrative patent 
judge or the Board can only authorize a party to seek to compel 
testimony or production in a foreign country from a ag 
or entity not under the control of a party. Accordingly, § 
1.616(c) as adopted reads instead as follows: 


me To the extent that an administrative patent judge or 
the Board has authorized a party to compel the taking of 
testimony or the production of documents or things from an 
individual or entity located in a NAFTA country or a WTO 
member country concerning knowledge, use, or other activity 
relevant to proving or disproving a date of invention (§ 
1.671(h)), but the testimony, documents or things have not 
been produced for use in the interference to the same extent 
as such information could be made available in the United 
States, the administrative patent judge or the Board shall 
draw such adverse inferences as may be appropriate under 
the circumstances, or take such other action permitted by 
statute, rule, or regulation, in favor of the party that requested 
the information in the interference, including imposition of 
appropriate sanctions under paragraph (a) of this section. 


As proposed in the Notice of Proposed Rulemaking, § 1.647, 
which currently requires a party who relies on a non-English 
language document to provide an English-language translation 
and an affidavit attesting to its accuracy, is revised to extend 
these requirements to any non-English language documents 
that a party is required to pe via discovery. One comment 
expressed the concern that the amendment might 
impose an unnecessary financial burden on a non-U.S. party 
by requiring translations of compelled documents that are very 
long and have little or no relevance. The concern is believed 
to be misplaced. First, discovery in interferences, like discovery 
under the Federal Rules of Civil Procedure, is limited to evi- 
dence that is relevant. Second, as to relevant evidence, the 
scope of discovery under the interference rules is considerably 
narrower than the discovery available under the Federal Rules 
of Civil Procedure. Another comment stated that the general 
practice is that a party proffering a document is responsible 
for the cost of translation. The comment nevertheless suggested 
that in the case of documents offered to be produced during 
discovery, including cross-examination discovery pursuant to 
§ 1.687(b), the documents be produced in the foreign language, 
with the recipient then indicating which documents it wishes 
to have translated and costs to be borne equally by the parties. 
The suggestion is not being adopted. In implementing practice 
under 35 U.S.C. 104, as amended, it is PTO’s initial view that 
a correct policy is the one which the commentator says is 
the “general practice.” Whether a different policy might be 
appropriate at some future time is something that will be tested 
with experience. 


II. Compensatory Attorney Fees and Expenses. 


Section 1.616, in addition to the amendments discussed 
above, also is revised by redesignating current hs (a) 
through (e) as paragraphs (a)(1) through (a)(4) and (a)(6) and 
adding new paragraphs (a)(5) and (b). 

Samoa 1.616(a)(5), as amended, authorizes the award of 
compensatory (as opposed to punitive) expenses and/or com- 
pensatory attorney fees as a sanction for failing to comply with 
the rules or an order. This sanction shall apply only to conduct 
occurring in an interference on or after the effective date of § 
1.616 as amended. It is believed that there may be occasions 
when an award of compensatory expenses and/or compensatory 
attorney fees would be more commensurate in scope with the 
infraction than the sanctions that are currently authorized. 

There are administrative decisions which seemingly hold 
Se ee eee ee ee ee 

penses and attorney fees. See, e.g., Driscoll v. Cebalo, 5 
USPQ2d 1477, 1481 (Ba. Pat. Int. 1982) (the rules do not 
provide us with the jurisdiction to award expenses and we 
know of no authority which does), aff'd in part, rev’d in part, 
731 F.2d 878, 221 USPQ 745 (Fed. Cir. 1984); Clevenger v. 
Martin, 1 USPQ2d 1793, 1797 (Bd. Pat. App. & Int. 1986) 
(we do not have authority under the rules to award attorney’s 
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fees); MacMillan Bloedel, Ltd. vy. Arrow-M Corp., 203 USPQ 
952, 953 (TTAB 1979) (the TTAB is without authority to award 

expenses and attorney’s fees); Fisons, Ltd. v. Capability Brown, 
Ltd., 209 USPQ 167 171 (TTAB 1980) (request for attorney’s 
fees denied because good cause not shown and the TTAB has 
no authority to grant such requests); Jonergin Co. v. Jonergin 
Vermont, Inc., 222 USPQ 337, 340-41 (Comm’r Pat. 1983) 
(TTAB did not err in refusing to award reasonable expenses 
and attorney’s fees under 37 CFR 2.116(a), 2.120 and Fed. 
R. Civ. P. 37(a)(4)); Anheuser-Busch, Inc. v. Major Mud & 

Chemical Co., 221 USPQ 1191, 1195 n.9 (TTAB 1984) a 
for costs and attorneys fees was denied, inter alia, on the ground 
that the TTAB had no authority to award such fees and costs); 
Luehrmann v. Kwik Kopy Corp., 2 USPQ2d 1303, 1305 n.4 
(TTAB 1987) (the TTAB has no authority to grant monetary 
relief); Fort Howard Paper Co. v. G.V. Gambina, Inc., 4 
USPQ2d 1552, 1554 (TTAB 1987) (the TTAB has no authority 
to order costs or attorney’s fees); Paolo’s Associates Ltd. Part- 
nership v. Bodo, 21 USPQ2d 1899, 1904 n.3 (Comm’r Pat. 
1990) (the TTAB was correct in holding that 37 CFR 2.127(f) 
denies the TTAB authority to either award attorney’s fees or 
costs to any party in a cancellation and ition ig); 
Nabisco Brands, Inc. v. Keebler Co., 28 USPQ2d 1237, 1238 
(TTAB 1993) (the TTAB held, inter alia, that it did not have 
authority to award fees under 37 CFR 2.127(f)). 

None of the decisions mentioned above provide any reasoned 
analysis or rationale to explain why the Commissioner lacks 
authority to promulgate a rule which would authorize imposi- 
tion of monetary sanctions in appropriate cases. In view of 
the existence of the decisions, however, it is believed that a 
discussion of the Commissioner’s authority to promulgate a 
tule authorizing the — to award compensatory monetary 
sanctions is 

The Constiaien & has been delegated the authority by the 
Congress to “establish regulations, not inconsistent with law, 
for the conduct of proceedings in the Patent and Trademark 
Office.” 35 U.S.C. 6(a). 

The U.S. Court of Appeals for the Federal Circuit upheld 
the authority of the Commissioner to issue regulations imposing 
sanctions in interference cases. In Gerritsen v. Shirai, 979 F.2d 
1524, 24 USPQ2d 1912 (Fed. Cir. 1992), the Federal Circuit 
noted that 37 CFR 1.616 was a permissible exercise of the 
Commissioner’s authority under 35 U.S.C. 6(a) and complied 
with the limitation on sanctions of the Administrative Procedure 
Act. The court stated (979 F.2d at 1527 n.3, 24 USPQ2d at 
1915 n.3): 


35 U.S.C. § 6(a) (1988) permits the Commissioner of 
Patents and Trademarks to “establish regulations, not incon- 
sistent with law, for the conduct of proceedings in the Patent 
and Trademark Office.” Congress thus delegated plenery 
authority over PTO practice, including interference 
ings, to the Commissioner. On its face, 37 CFR § 1.616 
represents a permissible exercise of that authority. Since the 
decision to impose a sanction . . . was authorized by law, it 
comports with the Administrative Procedure Act, 5 U.S.C. 
§ 558(b) (1988). 


In Gerritsen, the Federal Circuit held that the particular rule 
violation was sanctionable, but that the specific sanction chosen 
by the Board was too severe. Accordingly, the sanction was 
vacated and the case was remanded to the Board for imposition 
of a more appropriate sanction. 

In Abrutyn v. Giovanniello, 15 F.3d 1048, 1050, 29 USPQ2d 
1615, 1617 (Fed. Cir. 1994), the Federal Circuit again upheld 
the authority of the Board or an administrative patent judge 
to impose sanctions, including imposition of the most severe 
sanction, granting judgment against one of the parties: 


The Board or EIC {Examiner-in-Chief, now administrative 
patent judge] may impose an appropriate sanction, including 
granting judgment in an interference, against a party who fails 
to comply with the rules governing interferences, including 
filing deadlines. 37 CFR § 1.616 (1993). 


Gerritsen and Abrutyn judicially establish that the Commis- 
sioner has authority under 35 U.S.C. 6(a) to promulgate regula- 
tions which i a spectrum of sanctions, including 
imposition of the ultimate sanction of judgment or dismissal. 
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As a general matter, agencies are given broad authority in 
the selection of an iate sanction. The choice of sanction 


within agency statutory limits will be upheld unless it consti- 
tutes an abuse of discretion. Butz v. gegen es et n 
Co., 411 U.S. 182 (1973); Lawrence v. Commodity Fi 
Trading Comm’n, 759 F.2d 767, 774 (9th Cir. 1985). ra 
s 1.616 authorizes an administrative patent judge or the Board 
to impose a spectrum of sanctions. The sanctions range from 
holding certain facts established for purposes of the interference 


(37 CFR § 1.616(a)) to granting judgment against the party 
who violated a regulation or an order (37 CFR’ $16 1.616(e)). As 
indicated above, the Federal Circuit has upheld the Commis- 
sioner’s authority to promulgate § 1.616 and impose the speci- 
fied sanctions (Gerritsen, 979 F. “2 at 1527 n.3, 24 USPQ2d 
at 1915 n.3), including granting judgment against a party 
(Abrutyn, 15 F.3d at 1050, 29 USPQ2d at 1617). Judgment and 
dismissal are the most severe forms of sanction. See National 
Hockey League v. Metropolitan Hockey Club, 427 U.S. 639, 
643 (1976); Poulis v. State Farm Fire and Casualty Co., 747 
F.2d 863, 867 (3d Cir. 1984); Cine Forty-Second St. Theatre 
Corp. v. Allied Artists Pictures Corp., 602 F.2d 1062, 1066 
(2d Cir. 1979). Consistent with these cases, the Federal Circuit 
has held that a holding by the Board that a party is not entitled 
to a patent directed to certain claims is an extreme sanction. 
Gerritsen, 979 F.2d at 1532 n.12, 24 USPQ2d at 1919 n.12. 

The imposition of monetary sanctions is manifestly a lesser 
sanction than judgment or dismissal. Indeed, reimbursement 
of expenses incurred as a result of inappropriate action by the 
opposing party has been held to be a mild form of sanction. Cine 
Forty-Second St., 602 F.2d at 1066. More stringent sanctions 
include orders striking out portions of a pleading, orders prohib- 
iting the introduction of evidence on a particular point, and 
orders deeming a disputed issue determined adversely to the 
position of a disobedient party. Id. 

Since the imposition of a monetary sanction is a lesser sanc- 
tion than judgment against a party, the inclusion of an “: 
priate” monetary sanction in § 1.616, as adopted, is not outside 
the Commissioner’s rulemaking authority and would not be 
inconsistent with the sanctions already present in § 1.616. 

Whether a monetary sanction is appropriate depends on the 
purpose of the sanction. Civil sanctions may be categorized as 
penal and remedial. One is not to be subjected by an agency 
to a penal — unless the words of the statute plainly 

authorize imposition of a penal sanction. Commissioner v. 
Acker, 361 U.S. $7. 91 (1959). Thus, a statute must plainly 
authorize an agency’s power to i penalties. Pender 
Peanut Corp. v. United States, 20 Cl. Ct. 447, 453-55 (1990). 
Agencies have no inherent authority, based solely on their 
enabling statute, to impose penal sanctions. That authority must 
be expressly given in the statute. Pender Peanut Corp., 20 
Cl. Ct. at 453-55 (1990); Gold Kist, Inc. v. Department o; 
Agriculture, 741 F.2d 344, 348 (11th Cir. 1984); Koch, Admin- 
istrative Law and Practice § 6.81 (1985). A penal sanction has 
been defined as one which inflicts a punishment. United States 
v. Frame, 885 F.2d 1119, 1142 (3d Cir. 1989). 

On the other hand, an explicit grant of power from Congress 
need not underpin each exercise of agency authority. See Zola 
v. Interstate Commerce Commission, 889 F.2d 508, 516 (3d 
Cir. 1989), citing Amoskeag Co. v. Interstate Commerce Com- 
mission, 590 F.2d 388, 392 (1st Cir. 1979). Where the enabling 
statute authorizes the agency to make such rules and regulations 
as may be necessary to carry out the provisions of an act -- 
the regulation will be sustained so long as it is reasonably 
related to the purpose of the act. Mourning v. Family Publica- 
tions Service, Inc., 411 U.S. 356, 369 (1973). Under its enabling 
legislation, an agency has inherent power to impose administra- 
tive sanctions that are not “penalties” as long as the sanctions 
are reasonably related to the purpose of the enabling statute. 
Gold Kist, 741 F.2d at 348. Accordingly, in evaluating whether 
the imposition of a sanction is within an agency’s inherent 
powers, it is necessary to determine whether the sanction is 
remedial or punitive. Frame, 885 F.2d at 1142. Remedial sanc- 
tions may be within the agency’s inherent powers if reasonably 
related to the purpose of enabling legislation. A remedial sanc- 
tion is one whose purpose is not to stigmatize or punish wrong- 
doers. Frame, 885 F.2d at 1143. 

Thus, in the absence of express statutory authority, the Com- 
missioner’s authority to impose monetary sanctions is limited 
to sanctions which are remedial in nature rather than punitive. 
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In addition, the sanctions must be reasonably related to the 
purpose of enabling statute under which PTO operates. Under 
these , the Commissioner would appear to be without 
authority to issue a regulation which permits a penal sanction 
to be imposed against a party or an attorney for violation of a 
rule or order. Fines payable to Government, including PTO, 
are manifestly intended to punish wrongdoing and are thus 
punitive in nature. Assessment to redress an injury to the public 
is in the nature of a penalty. Republic Steel Corp. v. National 
Labor Relations Board, 311 U.S. 7, 12-13 (1940). ‘On the other 
hand, the imposition of costs or expenses, including attorneys’ 

fees, incurred by an opposing party due to the violation of a 
tule or order, may properly be considered remedial. Imposing 
costs or attorneys’ fees serves to defray the expenses actually 
incurred by the opposing party for the violation of a rule or 
order by an opponent. See Poulis, 747 F.2d at 869 (non-dilatory 
party will not have to bear the brunt of the attorney’s delay). 
Monetary sanctions would enhance the Board’s ability to pro- 
tect the integrity of its proceedings. See Zola 889 F.2d at 516 
(ICC justified in imposing monetary sanctions in acting to 
protect the integrity of its jurisdiction). Monetary sanctions 
would also allow the Board to maintain control of its docket 
to maximize the use of limited resources. See Griffin & Dickson 
v. United States, 16 Cl. Ct. 347, 351 (1989) (case management 
responsibilities require broad inherent authority to impose [non- 
penal] sanctions). Imposition of monetary sanctions is the only 
sanction both mild enough and flexible enough to use in day- 
to-day enforcement of orderly and expeditious litigation. Eash 
v. Riggins Trucking, Inc., 737 F.2d 557, 567 (3d Cir. 1985) 
(in banc). Thus, monetary sanctions are reasonably related to the 
Commissioner's plenary authority to promulgate regulations for 
the conduct of proceedings, including interference proceedings 

in PTO. 


Section 1.616(b), as proposed to be amended, would have 
authorized the imposition of a sanction, including a sanction 
in the form of compensatory expenses and/or attorney fees, 
against a party for taking or maintaining a frivolous position. 
A number of comments were received opposing the authoriza- 
tion of sanctions for taking or maintaining frivolous positions 
(§ 1.616(b)). Several coruments suggested that the question of 
what is “frivolous” is inherently highly subjective and will 
therefore be frequently raised, substantially increasing costs and 
delaying decisions on more substantive issues. PTO believes, 
however, consistent with other comments received during the 
comment period, that inasmuch as a groundless motion for 
sanctions would itself be grounds for sanctioning the movant 
for taking or maintaining a frivolous position, it is expected 
that motions for sanctions will only be filed in clear cases. One 
comment suggested that § 1.616(b) be reworded to parallel 
Rule 11 of the Federal Rules of Civil Procedure so that sanctions 
would only be imposed upon motion by an opponent, subject 
to a twenty-one day “safe harbor” withdrawal provision, and 
would explicitly apply only to frivolous positions taken in 
writing. Another comment, while supportive of the proposed 
amendment on the ground that it should reduce the number of 
frivolous papers, cautioned against treating as frivolous “that 
which is simply born of ignorance.” The suggestion to have § 
1.616(b) authorize sanctions imposed only on motion by a party 
is not being adopted. There may be situations in which the 
Board believes it would be appropriate to award compensatory 
fees or expenses even in the absence of a motion by a party. 
The suggestion that Fed. R. Civ. P. 11 permits sanctions only 
upon motion is believed to be incorrect; for example, Fed. R. 
Civ. P. 11(c)(1)(b) authorizes sanctions on tke court’s initiative. 
The suggestion to use the “safe harbor” approach of Fed. R. 
Civ. P. 11(c)(1)(A), which provides that a motion for sanctions 
shall be served but not filed unless, within 21 days after service 


of the motion, the challenged position is not withdrawn or 
appropriately corrected, is not being adopted. The administra- 
tive patent judge and the Board should know the reason why 


a party has withdrawn or corrected a position. Nevertheless, 
in order to make it clear that sanctions will not be imposed 
for mistakenly taking an erroneous position that is withdrawn 
or corrected as soon as the error becomes t, the proposed 
“for taking or maintaining a frivolous position” is 
changed to “for taking and maintaining a frivolous position.” 
The suggestion that § 1.616(b) sanctions be limited to frivo- 
lous positions taken in writing is based on the Advisory Com- 
mittee Note on the 1993 amendments to Fed. R. Civ. P. 11. 
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The Note states in pertinent part: a oe > 
assertions contained in filed with or submitted to the 
court. It does not cover matters arising for the first time during 
oral presentations to the court, when counsel may make state- 
ments that would not have been made if there had been more 
time for study and reflection.” For the reason given in the 
Advisory Committee Note, the suggestion is being 
Accordingly, § 1.616(b) as adopted is limited to a frivolous 
position taken and maintained in papers filed in the interference 
and shall apply only to frivolous positions taken and maintained 
after the effective date of § 1.616 as amended. 

Other comments questioned how the Board intends to handle 
proof of amounts of compensatory expenses and/or attorney 
fees and expressed the hope that attorney fee awards will not 
be de facto discriminatory as between highly paid outside 
counsel and in-house counsel without fees or billing records. 
The matter of how to prove amounts of compensatory expenses 
and/or attorney fees will be handled on a case-by-case basis. 
Another comment suggested that an administrative patent judge 
or the Board be required to issue an order to show cause prior 
to imposing a sanction, since a party may be able to explain why 
a sanction should not be imposed. The suggestion is presumably 
based on Fed. R. Civ. P. 11(c)(1)(B) and directed to cases in 
which an administrative patent judge or the Board on its own 
initiative determines that a sanction is appropriate. The sugges- 
tion is being adopted and implemented in a new paragraph, § 
1.616(d). In addition, paragraph (d) expressly provides that a 
party may file a motion (§ 1.635) requesting the imposition of 
sanctions, the drawing of adverse inferences or other action 
under paragraph (a), (b) or (c) of § 1.616. 


Ill. Certificates of Prior Consultation. 


Section 1.637(b) currently requires that a miscellaneous 
motion under § 1.635 contain a certificate stating that the 
moving party has conferred with all opponents in a good faith 
effort to resolve by agreement the issues raised by the motion 
and indicating whether any other party plans to oppose the 
motion. In the Notice of Proposed Rulemaking, it was proposed 
to amend paragraph (b) to extend the requirement for such a 
certificate to preliminary motions filed under § 1 .633 and other 
motions filed under § 1.634. It also was proposed to require 
the certificate to indicate that the reasons and facts in support 
of the motion were discussed with each opponent and, if an 
opponent has indicated that it will oppose the motion, to identify 
the issues and/or facts believed to be in dispute. 


The rationale offered in the Notice of Proposed Rulemaking 
for the amendment was an expectation that consultation would 
result in a reduction in the number of issues raised by motions 
under §§ 1.633-34, as well as a reduction in the number of 
motions filed under those rules. All but one of many comments 
received in response to the proposal urged that the proposed 
rule not be adopted. In support, it was said that the proposed 
rule would unnecessarily increase the time and costs required 
to file motions under §§ 1.633-34, — preliminary 
motions. PTO, upon reflection, agrees with the comments. 
Accordingly, the to extend the consultation require- 
ment of § 1.637(b) to §§ 1.633-34 motions is withdrawn. The 
withdrawal of the rule, however, should not be inter- 
preted as precluding an administrative patent judge from 
holding a conference call prior to the date preliminary motions 
are due for the purpose of discussing which preliminary motions 
the parties plan to file or from entering an order requiring prior 
consultation as to a particular motion. 

Several comments, citing experience with the consultation 
requirement for § 1.635 motions, suggested that § 1.637(b) be 
dropped altogether, or be limited at most to motions requesting 
extensions of time. The suggestion is not being adopted. How- 
ever, there are circumstances where it may be appropriate to 
suspend the requirements of § 1.637(b). An example is a multi- 
party interference where one party may need to consult with 
a large number of opponents. Another example is a motion 
filed after a hearing before an administrative patent judge, 
where filing of the motion was authorized at the hearing. 
Accordingly, while the suggestion to delete the requirement 
for consultation altogether is not being adopted, the language 
“Unless otherwise ordered by an administrative patent judge 
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or the Board” is added at the beginning of the first sentence 
of § 1.637(b). 
Mn. comments were received which were also critical of 

the proposal to amend § 1.637(b), even if applied only to § 
1.635 motions, to require that the certificate “indicate that the 
reasons and facts in support of the motion were discussed with 
each opponent and, if an opponent has indicated that it will 
oppose the motion, identify the issues and/or facts believed to 
be in dispute.” One comment suggested that the proposal is 
unworkably vague with respect to: (1) the form of the informa- 
tion a party must provide to the opponent (e.g., a draft motion, 
an outline of the motion, a verbal statement of the motion, the 
evidence in support of the motion); (2) what form the opponent 
must use to provide its reasons for opposing (i.e., written or 
oral); and (3) whether the moving party can change the argu- 
ments in the motion in response to the reasons given by the 
opposing party without the need for another consultation. Other 
comments noted that an opponent may not have sufficient time 
before the due date for motions in which to take a reasoned 
position on the motion. Another comment observed that it is 
very difficult for the movant to identify the issues or facts 
believed to be in dispute, unless it is a very cursory exercise. 
According to the comment, the party cannot know what the 
opponent is really thinking, and suggested instead that there 
be an in-person conference involving the parties and the admin- 
istrative patent judge in order to discuss all intended (or filed) 
motions. The comments are believed to be well taken and the 

proposal in the Notice of Proposed Rulemaking to amend § 
1.637(b) to require that the motion, “if an opponent has indi- 
cated that it will oppose the motion, identify the issues and/or 
facts believed to be in dispute” is withdrawn. 


IV. Service of a “Developing Record.” 


In addition to the amendments to § 1.672 discussed above 
under the heading “Amendments responsive to adoption of 
Public Laws 103-182 and 103-465,” §§ 1.672, 1.682, 1.683 
and 1.688 are amended, as proposed (with a few minor modifi- 
cations discussed infra), to require each party to serve on each 
opponent a “developing record” that will evolve into the record 
required to be filed under § 1.653. 

As noted above, the Notice of Proposed Rulemaking pro- 
posed to amend paragraph (b) of § 1.672 to provide that a party 
presenting testimony of a witness by affidavit shall, no later 
than the time set by the administrative patent judge for serving 
affidavits, file (and serve) the affidavit, whether it is a new 
Pigeon or an affidavit previously filed by that party during 

X parte prosecution of an application or under § 1.608 or 
; 1 .639(b). Furthermore, in view of the proposed amendment to 
§ 1.672(b), it was also proposed to remove and reserve, as 
superfluous, § 1.671(e), which requires a party to give notice 
of intent to rely on an affidavit filed by that party during ex 
parte prosecution of an application or an affidavit under § 1.608 
or 1.639(b). An oral comment suggested that § 1.671(e) notice 
practice be retained with respect to § 1.639(b) affidavits, so 
that a party does not have to refile (and re-serve) a previously 
submitted § 1.639(b) affidavit on which it intends to rely at 
final hearing. The comment further suggested that for the same 
reason § 1.671(e) notice practice should be extended to patents 
and printed publications filed and served pursuant to § 1.639(b). 
The suggestions are being adopted. Section 1.671(e) thus 
revised reads as follows: 


(e) A party may not rely on an affidavit (including any 
exhibits), patent or printed publication previously submitted 
by the party under § 1.639(b) unless a copy of the affidavit, 
patent or printed publication has been served and a written 
notice is filed prior to the close of the party’s relevant testi- 
mony period stating that the party intends to rely on the 
affidavit, —— or printed publication. When proper notice 
is given under this paragraph, the affidavit, patent or printed 

lication shall be deemed as filed under §§ 1 8406), 
1.640(e)(3), 1.672(b) or 1.682(a), as appropriate. 


Furthermore, in order to ensure that the evidence submitted 
under § 1.639(b) includes sequential numbering of the type 
required of other evidence filed under § 1.672(b), § 1.639(b) 
is revised to require the use of sequential numbering, which, 


U.S. PATENT AND TRADEMARK OFFICE 


1194 TMOG 373 

(120) 
for the reasons discussed infra, is required to be used only to 
the extent possible. ’ 

As explained supra, in view of the retention of § 1.671(e) 
Sen een permits a party to 
file an affidavit or, if appropriate, a notice under § 1.671(e). 

Sections 1.682, 1.683 and 1.688 are revised, substantially 

as proposed, to parallel the amendments to § 1.672. Section 
1.682(a) as proposed to be amended provides that a party may 
introduce into evidence, if otherwise admissible, an official 
record or printed publication not identified in an affidavit or 
on the record during an oral deposition of a witness, by filing 
(and serving) a copy of the official record or publication no 
later than the time set for filing affidavits under § 1.672(b), 
thereby eliminating the current requirement for filing a notice 
of intent to rely on the official record or printed publication. 
In view of the retention of § 1.671(e) in amended form to 
permit a party to file a notice of intent to rely on patents and 
publications previously filed by the party under § 1.639(b), § 
1.682(a), as adopted, permits a party to file a copy of an official 
record or printed pee, ra or, if appropriate, a notice under 
§ 1.671(e). Section 1.683(a) is amended, as proposed, to provide 
that a may introduce into evidence, if otherwise admis- 


party 
sible, testimony by affidavit or oral deposition from another 


interference, proceeding, or action involving the same parties 
by filing (and serving) a copy of the affidavit or a copy of the 
deposition transcript no later than the time set for filing affida- 
vits under § 1.672(b), _oaty eliminating the current require- 

ment for a party for filing a motion under § 1.635 for leave to 
rely on such testimony. Section 1.688(a) is amended, as pro- 
posed, to provide that, if otherwise admissible, a party may 
introduce into evidence an answer to a written request for an 
admission or an answer to a written interrogatory obtained by 
discovery under § 1.687 by filing a copy of the request for 
admission or the written interrogatory and the answer no later 
than the time set for filing affidavits under § 1.672(b). Thus, 
all evidence filed under §§ 1.672, 1.682, 1.683 and 1.688 that 
relates to a party’s case-in-chief should be filed (and served) 
or noticed under § 1.671(e) no later than the date set by an 
administrative patent judge for the party to serve affidavits 
under § 1.672(b) for its case-in-chief and all evidence under 
those sections that relates to the party’s rebuttal should be filed 
(and served) or noticed under § 1.671(e) no later than the date 
set for the party to serve affidavits under § 1.672(b) for its 
case-in-rebuttal. 

The Notice of Proposed Rulemaking proposed that the pages 
of all affidavits and deposition transcripts that a party enters 
into evidence pursuant to §§ 1.672, 1.682, 1.683 and 1.688 
shall include sequential page numbers, which shall also serve 
as the record page numbers for the affidavits and deposition 
transcripts in the party’s record when it is filed under § 1.653. 
Likewise, the Notice of Proposed Rulemaking proposed that 
exhibits identified in the affidavits and deposition transcripts 
and any official records and printed publications served under 
§ 1.682(a) shall be given sequential numbers, which shall serve 
as the exhibit numbers when the exhibits are filed under § 
1.653(i) with the party’s record. The major benefit of sequential 
page numbering is that a particular page of an affidavit or 
exhibit will be referred to in a consistent manner throughout 
the record. Thus, when an affiant is subject to cross-examination 
about the affiant’s affidavit or another person’s affidavit, the 
record will be clear as to the material which is the subject of 
the cross-examination. Correlation of pages of affidavits and/ 
or exhibits will no longer be necessary. 

Regarding the sequential numbering of affidavits, one com- 
ment noted that: 


while this might be of some minor convenience to the 
PTO, it is inconvenient for the public, and may be difficult 
to be accomplished in practice. Due to severe PTO time 
constraints in preparing affidavits, it is usually essential to 
amend, add to, rewrite and execute declarations and affidavits 
in parallel. Often, the declarants are in different physical 
locations. Modern offices do not have the old fashioned 
manual impact typewriters that would be required to super- 
pose new page numbers on executed documents. Declara- 
tions are already clearly identifiable, by the name of the 
declarant and the page of his or her declaration. . . . 
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The comment apparently assumes, incorrectly, that the 
required sequential numbers are to be used in lieu of the usual 
page numbers that appear in affidavits and deposition tran- 
scripts. The sequential numbers are in addition to the usual page 
numbers and are typically added to the pages by a sequential 
numbering device (e.g., a “Bates” stamp). 

Since a party may decide not to rely at final hearing on a 
previously filed § 1.639(b) affidavit (including any exhibits), 
or on patents and printed publications that it previously filed 
under § 1.639(b) in connection with a motion, there may be gaps 
in the sequential numbers of the affidavit pages and exhibits that 
are relied on at final hearing. Compare, e.g., Federal Circuit 
Rule 30(c)(2) with respect to pages omitted from an appendix. 
Furthermore, due to circumstances beyond the party’s control 
it may not be possible to submit the § 1.639(b) affidavits 
and accompanying exhibits into evidence in the proper order. 
Finally, the exhibits referred to in testimony under § 1.683 
from another proceeding will obviously already have the exhibit 
numbers assigned to them in that proceeding. When possible, 
those planning to use exhibits and testimony from a previous 
interference may wish to avoid using an exhibit number used 
in the previous interference, thereby minimizing the possibility 
of confusion which can exist when two exhibits in the same 
record have the same exhibit number. For these reasons, the 
proposal to amend § 1.672 to require that testimony pages and 
exhibits “shall be given sequential numbers” is changed to a 
requirement that testimony and exhibits “shall be given sequen- 
tial numbers to the extent possible.” This change also applies 
to evidence submitted under §§ 1.682, 1.683 and 1.688 as 
amended, which state that the pages of affidavits and deposition 
transcripts served under those paragraphs and any new exhibits 
served therewith shall be assigned sequential numbers by the 
party in the manner set forth in § 1.672(b). In order to take 
into account that there may be gaps in page numbers in the 
record and in the exhibit numbers, § 1.653(d) is revised to state 
that the pages of the record shall be consecutively numbered 
“to the extent possible.” Sections 1.677(a) and (b) are revised 
in a similar manner. That is, paragraph (a) is revised to limit 
its requirement for consecutive page numbering, which the rule 
currently applies to “the entire record of each party,” to the 
pages of each transcript. Paragraph (b) is revised to require that 
exhibits be numbered consecutively “to the extent possible.” 

Section 1.672(a) affidavits and § 1.683(a) testimony shall 
be accompanied by an index giving the name of each witness 
and the number of the page where the testimony of each witness 
begins. The exhibits shall be accompanied by an index briefly 
describing the nature of each exhibit and giving the number 
of the page of affidavit or § 1.683(a) testimony where each 
exhibit identified in an affidavit or during an oral deposition 
is first identified and offered into evidence. 

An opponent who objects to the admissibility of any evidence 
filed under §§ 1.672(b), 1.682(b), 1.683(a) and 1.688(a) must 
file objections under §§ 1.672(c), 1.682(c), 1.683(b) and 
1.688(b) no later than the date set by the administrative patent 
judge for filing objections to affidavits under paragraph § 
1.672(c). An opponent who fails to challenge the admissibility 
of the evidence on a ground that could have been raised in a 
timely objection under §§ 1.672(c), 1.682(c), 1.683(b) or 
1.688(b) will not be permitted to move under § 1.656(h) to 
suppress the evidence on that d. If an opponent timely 
files an objection to evidence filed under §§ 1.672(b), 1.682(b), 
1.683(a) or 1.688(a), the party may respond by filing one or 
more supplemental affidavits and, in the case of objections to 
evidence filed under §§ 1.672(b), 1.682(b) and 1.683(a), may 
also file supplemental official records or printed publications. 
No objection to the admissibility of supplemental evidence shall 
be made except as provided by § 1.656(h). A party submitting 
evidence in response to an objection is aware of the objection 
and should take whatever steps are necessary in presenting 
supplemental evidence to overcome the objection. Whether the 
steps were sufficient is determined at final hearing on the basis 
of a motion to suppress the evidence under § 1.656(h). 

The pages of the supplemental affidavits shall be sequentially 
numbered beginning with the number following the last page 
number of the testimony served under §§ 1.672(b), 1.683(a) 
and 1.688(a), if possible. Likewise, any additional exhibits 
identified in the supplemental affidavits and any supplemental 
official records and printed publications shall be given sequen- 
tial numbers beginning with the number following the last 
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number of the previously identified exhibits, if possible. After 
the time expires for filing objections and supplemental affida- 
vits, or earlier when appropriate, the administrative patent judge 
shall set a time within which any opponent may file a request 
to cross-examine an affiant on oral deposition. 

If any opponent requests cross-examination of an affiant, 
the party shall notice a deposition at a reasonable location 
within the United States under § 1.673(e) for the purpose of 
cross-examination. Ordinarily, the parties should be able to 
agree on a “reasonable” place within the United States. Whether 
a place is a reasonable place depends on the circumstances. 
Generally a reasonable place within the United States would 
be the place where a witness resides or the office of one of 
the counsel of record in the interference. In assessing the reason- 
ableness of a place, the convenience of both parties should be 
considered. For example, in a two-party interference if an affiant 
normally resides in Ohio and counsel are located respectively 
in Illinois and New York, noticing a deposition for Arizona may 
not be reasonable. In the event agreement cannot be reached, a 
place will be set by the administrative patent judge for taking 
the deposition. 

Any redirect and recross shall take place at the deposition. 

Within 45 days of the close of the period for taking cross- 
examination (§ 1.678 is revised to change the time for filing 
certified transcripts from 45 days to one month), the party shall 
serve (but not file) a copy of each deposition transcript on each 
opponent together with copies of any additional documentary 
exhibits identified by a witness during a deposition. The pages 
of the transcripts served under this paragraph and the accompa- 
nying exhibits shall be sequentially numbered in the manner 
discussed above. The deposition transcripts shall be accompa- 
nied by an index of the names of the witnesses, giving the 
number of the page where cross-examination, redirect and 
recross of each witness begins, and an index of exhibits of the 
type specified in § 1.672(b). At this point in time, the opponent 
will have been served with all of the testimony that will appear 
in the party’s record (with the same page numbers) as well as 
all of the documentary exhibits that will accompany the record 
(with the same exhibit numbers). 

In the first sentence of § 1.688(a), the comma proposed to be 
inserted after “evidence” is inserted instead after “admissible.” 


V. Miscellaneous Amendments. 


Although not proposed in the Notice of Proposed Rulem- 
aking, the authority citation for 37 CFR Part 1 is revised by 
changing it from “35 U.S.C. 6” to “35 U.S.C. 6 and 23.” 

Throughout the rules, the term “examiner-in-chief” is 
replaced by “administrative patent judge” to reflect the change 
in the title of the members of the Board. See Commissioner’ s- 
Notice of October 15, 1993, “New Title for Examiners-in- 
Chief,” 1156 Off. Gaz. Pat. Office 332 (Nov. 9, 1993). One 
comment correctly noted that the Notice of Proposed Rulem- 
aking failed to apply the change to § 1.610(b). The omission 
has been corrected. Another comment, citing possible confusion 
over the meaning of the term “administrative patent judge,” 
suggested adding one of the following provisions to § 1.601 
to define “administrative patent judge” in either of the following 
ways: 


An administrative patent judge is a member of the Board 
of Patent Appeals and Interferences, or 


An administrative patent judge is an examiner-in-chief (35 
U.S.C. 7) or the Commissioner, the Deputy Commissioner or, 
an Assistant Commissioner when acting as a member of the 
Board of Patent Appeals and Interferences. 


Neither suggestion is being adopted. The members of the 
Board of Patent Appeals and Interferences are the Commis- 
sioner [Assistant Secretary and Commissioner of Patents and 
Trademarks], the Deputy Commissioner [Deputy Assistant Sec- 
retary and Deputy Commissioner of Patents and Trademarks] 
and the Assistant Commissioners [the Assistant Commissioner 
for Patents and the Assistant Commissioner for Trademarks], 
and the examiners-in-chief, now administrative patent judges, 
including the Chief Administrative Patent Judge and the Vice- 
Chief Administrative Patent Judge, 35 U.S.C. 7(a). While the 
rules talk in terms of administrative patent judge, it must be 
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recognized that any member of the Board, including a Commis- 
sioner-member, may take action in an interference which can 
be taken by an administrative patent judge. 

Section 1.11(e) is revised to allow access to the file of an 
interference involving a reissue application once the interfer- 
ence has terminated or an award of priority or judgment has 
been entered as to all counts. Although it was intended that 
the public have access to any interference that involves a case 
which is open to the public, and § 1.11(b) provides that a 
reissue application is open to the public, interferences involving 
heen applications were inadvertently not included in current 

1.11(e). 

Section 1.192(a), which specifies the contents of the brief 
of an appellant for final hearing in an ex parte appeal, is revised 
to state that arguments or authorities not included in the brief 
will be refused consideration by the Board unless good cause 
is shown. The rule previously stated that such arguments and 
authorities may be refused consideration by the Board, without 
specifying how the Board decides whether or not it should be 
considered. One comment suggested that the amendment, if 
adopted, would make PTO less “user friendly” and would 
increase the burden of mere technicalities on applicants. It is 
believed that the comment misapprehends the nature of the 
proposed change, inasmuch as the change would merely codify 
the “good cause” standard that is currently applied by the Board 
in determining whether a new argument or authority will be 
considered. 

Section 1.192(c) is revised in several respects. A first amend- 
ment simplifies the language used in the rule to refer to a brief 
filed by an applicant who is not represented by a registered 
practitioner. A second amendment removes from paragraph (c) 
the requirement that such a brief be in substantial compliance 
with the requirements of paragraphs (c)(1), (2), (6) and (7). 
Experience has shown that it is better to evaluate pro se briefs 
on a case-by-case basis. Section 1.192(c) is also revised to 
redesignate current paragraphs (c)(1) through (c)(7) as para- 
graphs (c)(3) through (c)(9), and to add new paragraphs (c)(1) 
and (c)(2). The added paragraphs (c)(1) and (c)(2) require an 
appellant who has filed an appeal to the Board to identify the 
real party in interest and any related appeals and interferences. 
It is necessary to know the identity of the real party in interest 
so that members of the Board can comply with applicable ethics 
regulations associated with working on matters in which the 
member has an interest. The requirement to identify related 
appeals and interferences is derived in part from Federal Circuit 
Rule 47.5 and will minimize the chance that the Board will 
enter inconsistent decisions in related cases. 

One comment suggested that the term “real party in interest” 
be replaced by “owner” in order to avoid confusion with the 
term “party in interest of record,” which in PTO’s 
Notice of Allowance and Issue Fee Due (PTO-85B). The sug- 
gestion is not being adopted, since it appears unlikely that any 
confusion will occur. 

A comment on behalf of a large U.S. corporation having 
extensive overseas operations noted that the proposed require- 
ment to identify the real party in interest will impose a substan- 
tial burden in appeals to the Board where the real party in 
interest is a corporation with international operations and many 
diverse and frequently changing affiliates. The comment was 
accompanied by a copy of a “Certificate of Interest” previously 
filed by the corporation in an appeal to the Federal Circuit, 
which named some three hundred subsidiaries and affiliates in 
which the corporation had an ownership interest of five percent 
or more. According to the comment, if ownership interests of 
less than five percent had been included, the list would have 
been about twice as long. The comment explained that because 
the corporation’s business interests worldwide are frequently 
changing, the list would require updating for each and every 
appeal brief, and questioned whether this burden is justified. 
Upon consideration of the comment, it is believed, at this 
particular time, that the proposed rule would be burdensome 
on the public. Whether in the future more information might 
be required to the nature of a real party in interest is a matter 
which can await experience under a rule which requires identifi- 
cation only of the real party in interest. Accordingly, the sugges- 
tion is being adopted to the extent of requiring appellants to 
the Board to identify only the real party in interest. In this 
respect, § 1.192(c)(1) will parallel an equivalent requirement 
for briefs in inter partes cases. See § 1.656(b)(1)(ii), as amended. 
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One comment suggested revising proposed § 1.192(c)(9), 
which calls for an appendix including the claims on appeal, 
to include a statement that the rule sets forth the minimum 
requirements for a brief. According to the comment, the state- 
ment would make it clear that § 1.192 does not prohibit inclu- 
sion of other materials which an appellant may consider 

or desirable, a point which the comment noted is 
explained in the Manual of Patent Examining Procedure § 1206, 
at 1200-6. The suggestion is not being adopted, since it is 
believed to be apparent from the rule that the requirements set 
forth therein are the minimum requirements. 

Section 1.192 as to be amended in the Notice 
of Proposed Rulemaking includes an amendment to current 
paragraph (a)(5) (“Grouping of claims”), proposed to be redes- 
ignated as paragraph (a)(7), that inadvertently was not discussed 
in the commentary in the Notice of Proposed Rulemaking. 
Specifically, it was proposed to amend that paragraph to state 
that for each ground of rejection which an appellant contests 
and which applies to more than one claim, the rejected claims 
shall stand or fall together with the broadest claim, and that 
only the broadest claim would be considered by the Board of 
Patent Appeals and Interferences unless a statement is included 
that the rejected claims do not stand or fall together and, in 
the argument under paragraph (c)(8), appellant presents reasons 
as to why appellant considers the rejected claims to be sepa- 
rately patentable from the »roadest claim; merely pointing out 
what a claim covers is not an argument as to why the claim 
is separately patentable from the broadest claim. One comment 
suggested that it is not always clear which is the broadest 
claim, such as where there are two broad independent claims 
of differing scope (e.g., claims to ABCDE and ABCDF). The 
ccmment suggested that simply saying that the claims stand 
or fall together, as the current rule does, is probably the best 
one can do on a generic basis. The points raised by the comment 
are partly well taken. Paragraph (c)(7), as adopted, therefore 
reads as follows: 


Grouping of claims. For each ground of rejection which 
appellant contests and which applies to a group of two or 
more claims, the Board shall select a single claim from the 
group and shall decide the appeal as to the ground of rejection 
on the basis of that claim alone unless a statement is included 
that the claims of the group do not stand or fall together 
and, in the t under paragraph(c)(8) of this section, 
appellant explains why the claims of the group are believed 
to be separately patentable. Merely pointing out differences 
in what the claims cover is not an argument as to why the 


claims are separately patentable. 


Where there is a “broadest” claim, that claim will normally 
be selected. Where there are two broad claims, such as ABCDE 
and ABCDF, as mentioned in the comment, the panel assigned 
to the case will select which claim to consider. The same 
would be true in a case where there are both broad method 
and apparatus claims. The rationale behind the rule, as amended, 
is to make the appeal process as efficient as possible. Thus, 
while the Board will consider each separately argued claim, 
the work of the Board can be done in a more efficient manner 
by selecting a single claim when the appellant does not meet 
the conditions of paragraph (c)(7) of § 1.192, as adopted. The 
choice of whether each claim will be considered separately or 
whether all claims will be considered on the basis of a single 
claim is a choice to be made by the appellant. 

The term “subparagraph,” which st cory in §§ 1.192(c)(7) 
and (c)(8) in their originally proposed form, has been replaced 
by * ”’ in those sections as amended. 

" aleben 1.601 in general defines a number of terms used 
throughout the interference rules. One comment noted that a 
consistent format is not used throughout the definitions. For 
example, in § 1.601(q) all defined terms are italicized and in 
§ 1.601(n) the defined terms are in quotation marks. The com- 
ment is well taken that there should be uniformity. Accordingly, 
paragraphs (I), (m) and (n) are revised by italicizing the first 
occurrence of each of the following defined terms: “junior 
party”, “same patentable invention” and “separate patentable 
invention.” 

The Notice of Proposed Rulemaking proposed amending 
paragraph (f) of § 1.601 in a number of respects, including 
adding the following sentence: “A count should be broad 
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enough to encompass the broadest corresponding patentable 
claim of each of the parties.” One comment questioned whether 
the requirement is to be applied only at the time the interference 
is declared or throughout the interference. The comment notes 
that after an interference is declared, prior art may come to 
light which renders unpatentable all of the parties’ claims that 
correspond to the count. The comment suggests that under 
these circumstances, requiring a count to be patentable over 
the prior art could mean that there might not be a proper count. 
According to the comment, a result might be that the Board, 
whose authority to enter judgments under the rules is limited 
to claims that correspond to a count (§§ 1.658 and 1.659), 
would be unable to enter judgment against the claims on the 
ground of unpatentability. Furthermore, since the Notice of 
Proposed Rulemaking was published, it has become apparent 
that § 1.601(f) could also be clarified in two other respects. 
First, the count should be broad enough to encompass all of 
the patentable claims that are designated as corresponding to the 
count, as opposed to solely each party’s broadest corresponding 
patentable claim, i.e., where a party claims ABCDE in one claim 
and ABCDF in another claim and both claims are designated to 
correspond to the count. The current language of the rule can 
be argued to overlook the situation where a party has specific 
claims but no generic claim. Second, it should be made clear 
that the term “patentable” as used in § 1.601(f) in describing 
the scope of the count means patentable in view of the prior 
art, as opposed to unpatentability based on non-prior art 
grounds, e.g., the written description requirement of 35 U.S.C. 
112, first paragraph. Accordingly, in lieu of the sentence pro- 
posed in the Notice of Proposed Rulemaking, § 1.601(f) is 
revised to include the following sentence: “At the time the 
interference is initially declared, a count should be broad 
enough to encompass all of the claims that are patentable over 
the prior art and designated to correspond to the count.” A 
similar change is made in §§ 1.603 and 1.606. That is, instead 
of revising these rules to require that each application “must 
contain, or be amended to contain, at least one patentable claim 
that corresponds to the count,” as proposed in the Notice of 
Proposed Rulemaking, these rules as amended require that each 
application “must contain, or be amended to contain, at least 
one claim that is patentable over the prior art and corresponds 
to the count.” 

The Notice of Proposed Rulemaking also proposed adding 
to § 1.601(f) a sentence stating: “A count may not be so broad 
as to be unpatentable over the prior art.” Several comments 
questioned the meaning of the proposed sentence on the ground 
that a count, unlike a claim, does not have an effective filing 
date for purposes of establishing what is available against it 
as prior art. In view of the comments, the proposal to add the 
sentence is hereby withdrawn. 

The Notice of Proposed Rulemaking proposed to amend the 
second sentence of § 1.601(f) by changing “which corresponds” 
to read “that is designated to correspond.” This proposal should 
have referred instead to the third sentence, which is revised in 
the manner proposed. It was also proposed to revise the fourth 
and fifth sentences to read as follows, except that, for the reasons 
given above, the terms “correspond exactly” and “correspond 
substantially” are italicized rather than set off by quotation 
marks: 


A claim of a patent or application which is designated to 
correspond to a count that is identical to a count is said to 
correspond exactly to the count. A claim of a patent or 
application designated to correspond to a count that is not 
identical to a count is said to correspond substantially to 
the count. 


On oral comment suggested that these sentences could be 
made clearer by revising them to read as follows: 


A claim of a patent or application that is designated to 
correspond to a count and is identical to the count is said 
to correspond exactly to the count. A claim of a patent or 
application that is designated to correspond to a count but 
is not identical to the count is said to correspond substantially 
to the count. 


This suggestion is being adopted. 
As proposed in the Notice of Proposed Rulemaking, the fifth 
sentence of § 1.601(f) is revised by removing the phrase “but 
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which defines the same patentable invention as the count,” 
which is used to describe a claim that corresponds to the count 
but is not identical to the count. The phrase is superfluous 
because a claim that corresponds to the count by definition is 
directed to the same patentable invention as the count. 

The Notice of Proposed Rulemaking proposed to revise the 
last sentence of § 1.601(f) to state that: “A phantom count is 
unpatentable to all parties under the written description require- 
ment of the first paragraph of 35 U.S.C. 112.” One comment 
said that the sentence as proposed to be revised is inaccurate 
supposedly because a phantom count is not necessarily unpat- 
entable to all parties for lacking written description support. 
According to the comment, a party may have written description 
support for a new claim identical to the count, yet choose not 
to present such a claim during the interference for tactical 
reasons, such as the desire to keep the count narrow enough 
to prevent an opponent from presenting priority evidence it 
might be able to produce with respect to a broader count. 
Another comment suggested that a phantom count be defined 
as a count that is “broader than the disclosure of any party to 
the interference.” A third comment suggested that patentability 
under the enablement and best mode requirements be addressed 
along with patentability under the written description require- 
ment. Apart from the comments, since patentability affects 
claims rather than counts, the proposal to amend the last sen- 
tence of § 1.601(f) is hereby withdrawn and the last sentence 
in its current form is removed. 

One comment suggested counts serve little, if any, purpose 
under the new rules. The comment states that if PTO neverthe- 
less feels compelled by tradition to have counts, each count 
should be the alternative union of all the parties’ claims that 
are designated to correspond to the same invention. The sugges- 
tion that counts be abolished altogether, while superficially 
appearing to have considerable merit, is believed to be outside 
the scope of the present rulemaking and, for that reason, is not 
being adopted at this time. The suggestion that a count be the 
alternative union of all of the parties’ claims that define the 
same patentable invention would not appear to require any 
change in the rules. The formulation of the count, whether by 
reference to particular claims in the parties’ applications/patents 
or by describing the subject matter of the interference, is a 
matter within the discretion of PTO at this time. 

The Notice of Proposed Rulemaking proposed amending § 
1.601(g). Specifically, it was proposed to define the effective 
filing date of an application as the filing date of an earlier 
application accorded to the application or patent under 35 
U.S.C. 119, 120, 121 or 365, or, if no benefit is accorded, the 
filing date of the application, and to define the effective filing 
date of a patent as the filing date of an earlier application 
accorded to the patent under 35 U.S.C. 120, 121, or 365(c) or, 
if no benefit is accorded, the filing date of the application which 
matured into the patent. The purpose of including the reference 
to 35 U.S.C. 121 is to eliminate any doubt that a divisional 
application may be entitled to an earlier filing date in accordance 
with 35 U.S.C. 121. 

One comment suggested that the definition of effective filing 
date in § 1.601(g) should be expressly keyed to the claims 
rather than to the applications and patents, since different claims 
in the same application or patent may have different effective 
filing dates. The comment also suggested that the rules should 
be revised to make it clear that a motion under § 1.633(h) to 
add a reissue application need not be accompanied by a motion 
under § 1.633(f) for benefit of the patent sought to be reissued. 
Another comment suggested that the rule be revised to state 
that the effective filing date referred to in § 1.601(g) is the 
effective filing date of an application which constitutes a con- 
structive reduction to practice of the subject matter of the count 
so as to make it clear that the rule is not referring to the effective 
filing date of an involved claim. These comments demonstrate 
that there is considerable uncertainty with respect to the inter- 
relationship between benefit issues and priority proof issues, 
including, among other issues, (a) benefit for a claim, (b) benefit 
for a count, (c) constructive reductions to practice based on a 
species disclosed in an earlier application (foreign or domestic) 
when claims of the U.S. application are not supported under 
§ 119 in the priority document (see In re Gosteli, 872 F.2d 
1008, 10 USPQ2d 1614 (Fed. Cir. 1989) and In re Scheiber, 
587 F.2d 59, 199 USPQ 782 (CCPA 1978), and compare to 
the so-called one species is sufficient for priority “rule”), and 
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(d) the fact that under interference practice since 1985, patent- 
ability is an issue which can be raised, whereas prior to 1985, 
Priority was “not ancillary” and could not be raised. A notice 
of proposed rulemaking will be issued in due course to address 
the issue, as well as other issues raised in comments responding 
to the current Notice of Proposed Rulemaking. A comment 
that the language of the amendment to § 1.601(g) 
fails to take into account the fact that a patent may be accorded 
benefit of the filing date of an earlier foreign application during 
the interference is, however, well taken. Accordingly, § 
1.601(g) is revised to make clear that a patent may be entitled 
to = under 35 U.S.C. 119. 

As proposed in the Notice of Proposed Rulemaking, § 
1.601()) is revised by changing “which” to “that.” One comment 
suggested changing “that corresponds to a count” to “that is 
designated to correspond to a count” for clarity and consistency 
with the language in § 1.601(f). The suggestion is being 


adopted. 
In § 1.601, paragraph (1) is revised, as proposed, by changing 
“assignee” to “assignee of record in the Patent and Trademark 
ce. ” 


Paragraph (q) of § 1.601 is revised by deleting “a panel of” 
as superfluous. 

Section 1.602 is revised by changing “within 20 days of” to 
“within 20 days after.” One comment suggested clarification 
of the meaning of “any right, title and interest,” noting involve- 
ment in several disputes over whether this includes a relation- 
ship such as a non-exclusive license, and also questioned 
whether the rule requires a party in a three-party interference 
to disclose that it is paying another party’s expenses or attorney 
fees. The suggestion, which is outside the scope of the present 
rulemaking, is not being adopted at this time. The suggestion 
ja oo made the subject of a future notice of proposed rule- 


_ = 1.603 and 1.606 are revised, as proposed, by deleting 
the third sentence (“Each count shall define a separate patent- 
able invention.”) as redundant in view of the identical sentence 
in § 1.601(f) and by requiring that each application to be put 
into interference contain, or be amended to contain, at least 
one claim which is patentable over the prior art and which 
corresponds to each count. The introductory language in each 
of these sections (“Before an interference is declared . . .”) 
makes it clear that the patentability requirement applies at the 
time that the interference is declared, as opposed to at all times 
during the interference. 

One comment suggested that §§ 1.603 and 1.606 be further 
revised to require the examiner to examine all of the prior art 
in all of the potential parties’ application and patent files in 
making a patentability determination. The suggestion is not 
being adopted. Ordinarily, the examiner determines that claims 
are Neteasable before an ‘estima is declared. While there 
may be no express statement, consideration of whether claims 
are patentable in one application to be placed in an interference 
normally would involve consideration of prior art in a second 
— to be placed in the same interference. 

§ 1.604, paragraph (a)(1) is revised by changing “his or 
ae “its. ” 

In § 1.605, paragraph (a) is revised for clarification essen- 
tially in the manner set forth in the Notice of Proposed Rule- 
making. Part of the last sentence of the rules, however, is 
revised to require an applicant to “explain why the other claims 
would be more appropriate to be designated to correspond to 
a count in any interference which may be declared.” In 
responding to a request by an examiner to copy a claim for 
purpose of a possible interference, an applicant should present 
the exact claim requested by the examiner. Often, however, an 
applicant may believe that the claim suggested by the examiner 
is not appropriate. For example, an applicant may believe it 
cannot support the exact claim requested by the examiner. 
Accordingly, while the applicant must present the exact claim 
requested by the examiner, the applicant is also free to suggest 
that the exact claim is inappropriate, but that other claims 
proposed by the applicant are more appropriate to be designated 
as corresponding to a count of any possible interference. Obvi- 
ously, the applicant is also free to make a suggestion to the 
examiner as to what the count should be in any interference. 
The examiner can then determine whether an applicant’s alter- 
natively proposed claims are more appropriate than the exact 
claim suggested. 
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One comment suggested that § 1.605 further be revised 
“to include a reminder of the statutory prohibition against an 
interference a claims from a patent issued more than 
one year, (as Rule already does for applicants), since some 
examiners have been doing it” (original emphasis). The com- 
ment is understood to mean that examiners have suggested that 
applicants copy patent claims in violation of 35 U.S.C. 135(b). 
The suggested reminder is not i into the rule, 
because it would not implement or interpret any requirement 
of law, and, while plausibly legitimate, is better made in admin- 
istrative instructions, such as the Manual of Patent Examining 
Procedure 


Section 1.606 is also revised, as proposed, by adding a sen- 
tence stating that the claim in the application need not be, and 
most often will not be, identical to a claim in the patent. 

One comment suggested that the last sentence of § 1.606, 
which the Notice of Proposed Rulemaking did not propose to 
revise, be revised to apply to application claims as well as 
patent claims and that the sentence be broken into two sentences 
for clarity, so as to read as follows: 


At the time an interference is initially declared (§ 1.611), 
acount shall not be narrower in scope than (i) any application 
claim designated to correspond to the count and indicated 
in the form PTO-850 as allowable or (ii) any patent claim 
designated to correspond to the count. Any single patent 
claim designated to correspond to the count will be presumed, 
subject to a motion under § 1.633(c), not to contain separate 
patentable inventions. 


The suggestion is being adopted; however, because it is 
to refer to a PTO form in a rule, the following 
Pe te is can 


At the time an interference is initially declared (§ 1.611), 

a count shall not be narrower in scope than any application 
claim that is patentable over the prior art and designated to 
correspond to the count or any patent claim designated to 
ee Any 44 patent claim designated 
to the count will be presumed, subject to a 


to correspond 
motion under § 1.633(c), not to contain separate patentable 
inventions. 


One comment questioned why the declaration of interfer- 
ences under § 1.606 is limited to unexpired patents, suggesting 
that there are rare cases where it would be very desirable to 
have an interference between an application and either a patent 
that has expired or a patent that has lapsed for failure to pay 
a maintenance fee. The enabling statute, however, authorizes 
interferences involving patents which are “unexpired.” 35 
U.S.C. 135(a). 

= § 1.607, paragraph (a)(4) is revised to change “his or her” 

“jts” and to add a new paragraph (a)(6) requiring an applicant 
tne an interference with a patent to demonstrate compliance 
with 38 U.S.C. 135(b), which provides: 


A claim which is the same as, or for the same or substan- 
tially the same subject matter as, a claim of an issued patent 
may not be made in any application unless such a claim is 
made prior to one year from the date on which the patent 
was granted. 


Requiring an applicant to show compliance with 35 U.S.C. 
135(b) before an interference is declared should prevent an 
interference from being declared where the applicant cannot 
—_— § 135(b) with respect to any claim alleged to correspond 

count. One comment suggested that requiring 
re ped me who has requested an interference with a patent 
to demonstrate compliance with § 135(b) is ultra vires. The 
comment that In re Sasse, 629 F.2d 675, 207 USPQ 
107 (CCPA 1980), precludes an examiner from relying on § 
135(b) to refuse to declare an interference and that Sasse can 
only be overruled by statute or decision of the Federal Circuit in 
banc, citing Chevron U.S.A., Inc. v. Natural Resources Defense 
Council, Inc., 467 U.S. 837 (1984). The argument in the com- 
ment is not persuasive. Sasse held that a claim added in violation 
of § 135(b) cannot be rejected by PTO under that statute; it 
did not hold that PTO cannot refuse to declare an interference 
where all of an applicant’s claims that are proposed to corre- 
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spond to the count fail to satisfy the statute. In fact, the court 
specifically held that the effect of § 135(b) is that “a procedural 
— bar arises proscribing the instigation of interferences 

a specified time interval.” 629 F.2d at 680, 207 USPQ at 
110, (original emphasis). 

In § 1.608, paragraphs (a) and (b) are revised in several 
respects, as proposed. First, both are revised by 
removing the information about effective filing dates, which 
appears instead in § 1.601(g), as amended. Second, the current 
requirement of paragraph (a) for an affidavit filed by the appli- 
cant has been relaxed. Paragraph (a), as amended, permits a 
statement to be filed by the applicant or a practitioner of record. 
Third, “sufficient cause” in paragraph (b) of § 1.608 and in 
other interference rules is changed to “good cause” in order to 
make it clear that only one “cause” standard is intended. Fourth, 
“8 1/2 x 11 inches (21.8 by 27.9 cm.)” is changed to “21.8 by 
27.9 cm. (8 1/2 x 11 inches)” to put the e is on the metric 
measurements. Fifth, the phrase “(§ 1.653(g) and (h)”) is revised 
to read “(§ 1.653(g))” in view of the removal and reservation 
of § 1.653(h). 

One comment stated a belief that there may be some confu- 
sion regarding the application of § 1.608(b) when the basis 
upon which an applicant is entitled to judgment is not priority 
of invention. According to the comment, while § 1.608(b) 
appears to include derivation as a basis, it is uncertain whether 
it applies in a situation where the applicant believes the patent 
claims are unpatentable over prior art that does not also render 
unpatentable the applicant’s claims. The suggested change is 
not necessary. The comment’s statement that derivation (35 
U.S.C. 102(f)) provides a basis for a showing under § 1.608(b) 
is correct. Section 1.608(b) requires an applicant to explain 
why the applicant is entitled to judgment vis-a-vis the patentee. 
As explained in the Notice of Final Rule, 49 FR 48416, 48421 
(Dec. 12, 1984), “[t]he evidence may relate to patentability 
and need not be restricted to priority.” Such evidence could 
be, for example, evidence relating to derivation as noted by 
the comment. 

The Notice of Proposed Rulemaking proposed that § 
1.609(b)(2), be revised to require the examiner’s statement (i.e., 
currently Form PTO-850, also known as the initial interference 
memorandum) to explain why each claim designated as corres- 
ponding to a count is directed to the same table invention 
as the count. It was also proposed that § 1.609(b)(3) be revised 
to require the examiner’s statement to explain “why each claim 
designated as not corresponding to a count is not directed to 
the same patentable invention as the count.” The purpose of 
these amendments is to provide the Board and the parties with 
the benefit of the examiner’s reasoning and to provide a better 
foundation for considering preliminary motions to designate 
claims as ing or as not corresponding to a count. 

Paragraph (b)(2) is revised essentially as proposed in the 
Notice of Proposed Rulemaking. Upon further reflection, no 
need is seen for the examiner to indicate whether a claim 
corresponds exactly or substantially to a count. 

One comment suggested that the proposed requirement of § 
1.609(b)(3) may be unduly burdensome in multi-count interfer- 
ences if it requires an examiner to explain not only why an 
involved claim corresponds to one count, but also why that 
claim does not correspond to each other count. Another com- 
ment, apparently construing the proposed language in the same 
way, aon that the requirement could be made clearer by 
modifying the proposed language to read, “why each claim 
designated as not corresponding to each (or the) count is not 
directed to the same patentable invention as the count.” To 
make it clear that such a requirement is not intended, the 
proposed amendment is withdrawn and paragraph (b)(3) is 
instead revised to read, “why each claim designated as not 
corresponding to any count is not directed to the same patentable 
invention as any count.” Under § 1.609(b)(3), as adopted, the 
examiner’s statement need not explain why a claim that is 
designated as corresponding to one count is not directed to the 
same patentable invention as another count in the interference. 

One comment suggested that interferences involving paten- 
tees who are incontestably junior could be shortened by 
amending the rules to require a junior party patentee, prior to 
the preliminary motion period, to make a prima facie case of 
priority of the type currently required of junior party applicants 
by § 1.608. The suggestion is outside the scope of the present 
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rulemaking and is not being adopted, but may be considered 
in a future notice of proposed rulemaking. 

One comment suggested that §§ 1 "60X)(1) and 1.611(c)(6) 
also be revised to require that the examiner and the declaration 
notice explain, when there will be more than one count, why 
each count is patentably distinct from the other counts. The 
suggestion is being adopted. 

Section § 1.610(a) is revised by deleting the language “a 
panel consisting of at least three members of’ as superfluous 
and by deleting the reference to § 1.640(c), which is revised 
to allow a request for reconsideration under § 1.640(c) to be 
decided by an individual administrative patent judge rather than 
by the Board. Section 1.610(b) is also revised by deleting 
audi aoe as unnecessary in 
light of the amendment to paragraph (a 

One comment suggested that § 1 B10 be revised to provide 
that an interference is handled throughout, including final 
hearing, by a single administrative patent judge, thereby 
avoiding the delays that occur when an issue is deferred to 
final hearing for decision by a three-member panel. The com- 
ment also suggested that § 1.610(b) be revised to provide that, 
at the discretion of the administrative patent judge, a panel 
consisting of two or more administrative patent judges may sit 
at final hearing (as well as deciding interlocutory orders). The 
suggestions have not been . First, the suggestions are 
outside the scope of the present rulemaking. Second, the sugges- 
tions could not be implemented without amendment of 35 
U.S.C. 7(b), which requires that an interference must be decided 
by at least three members of the Board. 

One comment suggested that the second sentence of § 
1.610(c) (“Times for taking action shall be set, and the adminis- 
trative patent judge shall exercise control over the interference 
such that the pendency of the interference before the Board 
does not normally exceed two years.”) be removed as wishful 
thinking that only confuses district court judges confronted 
with a motion to stay a civil action pending the outcome of an 
interference. The suggestion is not being The two-year 
period, while not always attainable, is nevertheless believed to 
be realistic. 

The Notice of Proposed Rulemaking proposed amending § 
1.611 by redesignating paragraph (c)(8) as paragraph (c)(9) 
and adding a new paragraph (c)(8) requiring that a notice of 
declaration of interference state “[w]hy each claim designated 
as corresponding to a count is directed to the same patentable 
invention as the count and why each claim designated as not 
corresponding to a count is not directed to the same patentable 
invention as the count.” For the reasons given above in the 
discussion of § 1.609(b)(3), the proposed language is changed 
to read, “[t]he examiner’s explanation as to why each claim 
designated as corresponding to a count is directed to the same 
patentable invention as the count and why each claim designated 
as not corresponding to any count is not directed to the same 
patentable invention as any count.” The examiner’s explanation 
should assist the parties in deciding whether to move to have 
claims designated as corresponding or not corresponding to the 
count. Normally, parties can expect that a copy of the exam- 
iner’s explanation will accompany the notice declaring the 
interference. It should be understood that in declaring the inter- 
ference, the administrative patent judge is neither agreeing 
nor disagreeing with the examiner’s explanation and that the 
explanation is not binding on the administrative patent judge 
or the Board in further proceedings in the interference. As 
proposed in the Notice of Proposed Rulemaking, the first word 
in each of paragraphs (d)(2) and (d)(3) is also capitalized. 

One comment suggested deleting “, itions to the 
motions, and replies to the motions” from § 1.611(d)(3) as 
surplusage. The suggestion is being adopted. In addition, para- 
graphs ¢ (d)(1), (d)(2) and OG) are revised to be separately 


(d) 

“Seen (a) of § 1.612 is revised to change “opposing 
*s” to “opponent’s” and to add a sentence referring to 
§ 1.11(e) concerning public access to interference files. One 
comment suggested amending § 1.612(a) to provide for auto- 
matic access to an application referred to in an opponent’s 
involved case rather than requiring a motion for access under 
§ 1.635, as under the current rule. The suggestion, which is 
outside the scope of the present rulemaking, is not being 

adopted. 
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Regarding § 1.613, one comment suggested that paragraph 
(c) be revised to give an administrative patent judge the 
authority to decide disqualification questions rather than 
requiring such questions to be referred to the fh mor 
Under current practice, the authority to decide motions for 
disqualification of counsel in cases before the Board of Patent 
Appeals and Interference has been delegated by the Commis- 
sioner to the Chief Administrative Patent Judge. Administra- 
tively, it is more i that authority to decide 

ualification matters be capable of being delegated to spe- 
cific individuals rather than being assigned to administrative 
patent judges generally through a rule. The comment also sug- 
gested that paragraph (d) be revised to clarify whether “attorney 
or agent of record” includes an attorney or agent who is merely 
“of counsel.” The term “attorney or agent of record” in the 
interference rules should be construed in the manner it is defined 
in 37 CFR 1.34(b). The rules do not recognize, or use, the 
term “of counsel.” Accordingly, the suggestions are not being 
adopted. Furthermore, each suggestion is outside the scope of 
the present rulemaking. 

secre oy 1.614 is clarified, as proposed in the 
Notice of Proposed Rulemaking, by changing “the Board shall 
assume jurisdiction” to “the Board acquires jurisdiction.” One 
comment suggested amending § 1.614(c) (“An administrative 
patent judge, where appropriate, may for a limited purpose 
restore jurisdiction to the examiner over any application 
involved in the interference.”) by deleting the current language 

‘, when appropriate,” as surplusage in view of “may.” The 
suggestion is being adopted. 
addition to amending § 1.616 to authorize an award of 
compensatory attorney fees and expenses in appropriate cir- 
cumstances, as discussed above, current paragraph (b), which 
is redesignated as paragraph (a)(2), is revised to permit a party 
to be sanctioned for failing to comply with the rules or an order 
by entering an order precluding the party from filing “a paper.” 
Current paragraph (b) permits entry of an order precluding the 
filing only of a motion or a preli statement. The term 
“paper” will be given a broad construction, and includes a 
motion, a preliminary motion, a preliminary statement, evi- 
ee ee ee 

Section 1.617(b) is revised, as to authorize a party 
against whom a § 1.617(a) order to show cause has been issued 
to respond with an appropriate preliminary motion under § 
1.633(c), (f) or (g). The reason is that a preliminary motion 
under § 1.633(c) to redefine the interference, under § 1.633(f) 
for benefit of the filing date of an earlier application or under 
§ 1.633(g) attacking the benefit accorded a patentee may be 
appropriate where the count set forth in the notice declaring 
the interference is not the same as the count proposed in the 
applicant’s showing under § 1.608(b). A preliminary motion 
Grier § 1653¢her ta) anne chew be sgpenncin hens the count 
set forth in the notice declaring the interference is the same as 
the count proposed in the applicant’s showing under § 1.608(b), 
but the notice either fails to accord the applicant the benefit 
of the filing date of an earlier application whose benefit was 
requested in the § 1.608(b) showing or accords the patentee 
the benefit of the filing date of an earlier application whose 
benefit the § 1.608(b) showing argued should not be accorded 
the patentee. 

One comment suggested that § 1.617(b) be Tevised to state 
that a change of counsel is not “good cause” for presenting 
additional evidence in response to a § 1.617(a) show cause 
order, noting the similar amendment in the Notice 
of Proposed Rulemaking for § 1.655(b). The suggestion is not 
being adopted. Moreover, the statement that a change of 
attorney is not generally good cause is not being added to § 
1.655(b) as proposed. Upon reflection, it is better to leave the 
term “good cause” to be decided on a case-by-case basis. The 
proposed amendments to the rules to state that a change of 
attorney is generally not good cause for considering an issue 
belatedly raised by a new attorney is generally correct. In fact, 
recent experience shows that parties often retain new counsel 
after they find that “they are in trouble in the interference.” 
Retaining new counsel midway through the case is almost never 
a reason to subject the opponent to starting over again. On the 
other hand, the rules use the term “good cause” in various 
places and PTO does not want to incorrectly give the impression 
that change of attorney is not good cause only when specifically 
stated in a rule which uses the phrase “good cause.” Nor does 
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PTO want to have a per se rule which says that a change of 
attorney cannot be good cause in any instance, although it 
ee ene ce eeeeneee 

One comment suggested that the second sentence of § 
1.617(d) be revised to indicate that any statement filed by an 
opponent may set forth views as to why any (c), (f) or (g) 
motion filed by the applicant should be denied. The suggestion 
is not being adopted. The first sentence of § 1.617(d) as revised 
authorizes an opponent to file an opposition to any (c), (f) or 
(g) motion filed by the applicant, which opposition should 
include views as to why any (c), (f) or (g) motion filed by the 
applicant should be denied. 

Another comment suggested that § 1.617(d), which currently 
prohibits an opponent from requesting a hearing, be revised to 
permit such a request on the ground that a hearing is the 
opponent’s best chance to pretermit the whole interference 

. The suggestion, which is outside the scope of the 
present rulemaking, is not being adopted. 

The Notice of Proposed Rulemaking proposed amending the 
first sentence of § 1.618(a), which currently reads “The Patent 
and Trademark Office shall return to a party any paper presented 
by the party when the filing of the paper is unauthorized by, 
or not in compliance with the requirements of, this subpart” 
to read: “An administrative patent judge or the Board shall 
enter an order directing the return to a party of any paper 
presented by the party when the filing of the paper is not 
authorized by, or is not in compliance with the requirements 
of, this subpart.” The Notice of Proposed Rulemaking also 
proposed amending the second sentence of paragraph (a), which 
currently states that any paper returned “will not thereafter be 
considered by the Patent and Trademark Office in the interfer- 
ence,” by deleting “by the Patent and Trademark Office.” One 
comment questioned why the phrase “by the Patent and Trade- 
mark Office” is proposed to be removed. The reason is that 
the phrase is superfluous. Another comment questioned who 
is being ordered to return the paper and suggested that § 1.618(a) 
be revised to simply provide that the administrative patent judge 
shall return the unauthorized . with the understanding that 
it is the administrative patent judge’s secretary who actually 
mails orders, opinions, etc. The suggestion is being adopted, 
but with the rule stating that the paper shall be returned by an 
administrative patent judge or the Board. Although not pro- 
posed in the Notice of Proposed Rulemaking, the last sentence 
of § 1.618(a), which states that a party may be permitted to 
file a corrected paper under such conditions as may be deemed 

by an administrative patent judge, is revised to also 
allow the Board to set such conditions. 

One comment suggested an amendment to § 1.622(a) to 
clarify that the inventors named in the preliminary statement 
do not have to be all of the inventors named in the ’s case 
in interference, citing Larson v. Johenning, 17 USPQ2d 1610 
(Bd. Pat. App. & Int. 1990). The comment alternatively sug- 
gested dropping preliminary statements altogether on the 
grounds that they are (a) useless and (b) a snare and a delusion. 
These suggestions are outside the scope of the present rulem- 
aking and are not being adopted. 

Section 1.625(a) is revised, as proposed, by deleting Dt 
invention was made in the United States or abroad and” 
surplusage. 

Section 1.626 is revised, as proposed, by — “earlier 
application filed in the United States or abroad” to read “earlier 
filed application.” The same change is made in §§ 1.630, 
1.633(f),  1.633(g), 1 a 1.637(e)(1)(viii), 
1.637(e)(2)(vii) and 1.637(h)(4). 

Section 1.628(a) is revised, as proposed, to change “ends of 
justice” to “interest of justice” to be consistent with the language 
used in §§ 1.628(a) and 1.687(c), since a single standard is 
intended. The “interest of justice” requirement will be applied 
only to corrected preliminary statements that are filed on or 
after the due date for serving preliminary statements. Where 
the moving party has not yet seen the opponent’s statement, 
an opponent normally will not be prejudiced by the filing 
of a corrected statement. One comment raised the following 
question: 


What is the standard if the motion is filed before the 
time set by the APJ for service of preliminary motions [sic, 
statements]? If, as implied by the comments, amendments 
prior to that date can be made freely, why not simply provide 
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that the preliminary statements (if they are to be retained at 
all) are to be filed and served on the date set by the APJ 
pursuant to 37 CFR 1.628(a)? Particularly where it is obvious 
that the count(s) is or are going to be Ay - os anyway, 
all of the parties’ work preparing and the PTO’s work in 
processing the original preliminary statement is wasted effort 
anyway. 


(Original emphasis; footnote omitted.) The standard for a 
motion to amend that is filed before service of preliminary 
statements is that it be accompanied by an affidavit stating 
when the error occurred and be filed “as soon as practical 
after discovery of the error.” The suggestion that preliminary 
statements be filed and served on the date set by the administra- 
tive ens judge pursuant to 37 CFR 1.628(a) is not understood, 
since that rule does not provide for setting such a date. Instead, 
the provisions relating to filing and serving preliminary state- 
ments appear in §§ 1.621(a) and 1.631, respectively. To the 
extent the comment is suggesting these provisions be 
revised, the suggestion is outside the scope of the present 
—- and is not being adopted. 

As pro in the Notice of Proposed Rulemaking, para- 
graphs (a), (c)(1) and (d) of § 1 .629 are revised to make each 
consistent with the amendment of the definition of “effective 
filing date” in § 1.601(g). One comment suggested that in § 
1 .629(a), second sentence, the comma between “statement” and 

as,” which was proposed to be removed, be retained for clarity. 
As suggested, the comma is retained. 

The first sentence of § 1.631(a) is revised by removing “by 
the examiner-in-chief” (first occurrence) as superfluous. The 
Notice of Proposed Rulemaking incorrectly proposed to remove 
the second occurrence of this phrase. Thus revised and with 
the remaining occurrences of “examiner-in-chief’ changed to 
“administrative patent judge,” the first sentence of § 1.631(a), 
as it was proposed to be revised, reads as follows: “Unless 
otherwise ordered by an administrative patent judge, concur- 
rently with entry of a decision on preliminary motions filed 
under § 1.633, any preliminary statement filed under § 1.621(a) 
shall be opened to inspection by the senior party and any 
junior party who filed a preliminary statement.” (The 


proposed 
language set forth in the Notice of Proposed Rulemaking inad- 
vertently omitted the phrase, “concurrently with entry of a 


decision on preliminary motions filed under § 1.633,” which 
appears in the current rule and was not proposed to be removed.) 
In order to make it clear that the phrase “concurrently with 
entry of a decision on preliminary motions filed under § 1.633” 
modifies the succeeding phrase rather than the ing 

, the second comma is removed, so that the first sentence 
of § 1.631(a) as revised reads as follows: “Unless otherwise 
ordered by an administrative patent judge, concurrently with 
entry of a decision on preliminary motions filed under § 1.633 
any preliminary statement filed under § 1 .621(a) shall be opened 
to inspection by the senior party and any junior party who filed 

a preliminary statement.” 

Section 1.632 is revised, as proposed, to more precisely state 
that a notice of intent to argue abandonment, suppression or 
concealment must be filed “within ten days after,” rather than 
“within ten days of,” the close of the testimony-in-chief of the 
opponent. One comment suggested that § 1.632 be further 
revised to (1) state what happens next and (2) provide a period 
for shifting the burden of proof. The suggestion is outside the 
scope of the present rulemaking, and is not being adopted. 

Several comments were received with respect to § 1.633 
in general. Two of the comments noted that § 1.642, which 
presumably was intended to allow an administrative patent 
judge to add a new party to an interference, has also been used 
to “request” addition of an application or patent of an already 
involved party, citing Theeuwes v. Bogentoft, 2 USPQ2d 1378 
(Comm’r Pat. 1986). The two comments suggested that § 1.633 
be revised to specifically provide for a motion to request addi- 
tion of an application or patent of a party in order to make it 
clear that the standards for preli motions apply. Two 
other comments suggested amending §§ 1.633 and 1.637(h) to 
authorize a motion to add a claim to a party’s application or 
an opponent’s application (including a reissue application) to be 
designated as not corresponding to the count, thereby removing 
what is alleged to be one of the major drawbacks of the current 
rules. Still another comment suggested that in order to avoid 
the inefficiencies that result when prior art surfaces for the first 
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time in a motion under § 1.633(a), which may render moot 
other preliminary motions, the parties should be required to 
file and serve all relevant prior art of which they are aware 
prior to the preliminary motion period. While some of the 
suggestions have merit, all are outside the scope of the present 
—— and are not being adopted. 

As proposed in the Notice of Proposed Rulemaking, para- 
graph (a) of § 1.633 is revised in several respects. The first is 
to specify that a claim shall be construed in light of the specifica- 
tion of the application or patent in which it appears. The amend- 
ment clarifies an ambiguity in PTO interference practice. 
Previously, the Federal Circuit had interpreted § 1.633 to require 
an ambiguous claim to be interpreted in light of the patent 
from which it was copied. In re Spina, 975 F.2d 854, 856, na 
USPQ2d 1142, 1144 (Fed. Cir. 1992). While this in 
was a possible interpretation of previous § 1.633, PTO had 
intended that a copied claim be interpreted in light of the 
specification of the application or patent in which it appears. 
The rule, as adopted, will make ex parte and inter partes practice 
the same. A claim that has been added to a pending application 
for any purpose, including to provoke an interference, will be 
given the broadest reasonable interpretation consistent with the 
disclosure of the P remapay to which it is added, as are claims 
which are added during ex parte prosecution. As explained In 
re Zletz, 893 F.2d 319, 21, 13 USPQ2d 1320, 1322 (Fed. Cir. 
1989): 


[dJuring patent examination the pending claims must be 
interpreted as broadly as their terms reasonably allow. When 
the applicant states the meaning that the claim terms are 
intended to have, the claims are examined with that meaning, 
in order to achieve a complete exploration of the applicant’s 
invention and its relation to the prior art. See In re Prater, 
415 F.2d 1393, 1404-05, 162 USPQ 541, 550-51 (CCPA 
1969) (before the application is granted, there is no reason 
to read into the claim the limitations of the specification). 
The reason is simply that during patent prosecution when 
claims can be amended, ambiguities should be recognized, 
scope and — of language explored, and clarification 
imposed. Burlington Industries, Inc. v. Quigg, 822 F.2d 1581, 
1583, 3 USPQ2d 1436, 1438 (Fed. Cir. 1987); In re Yama- 
—_ 740 F.2d 1569, 1571, 222 USPQ 934, 936 (Fed. Cir. 
1984). 


If a party believes an opponent’s claim corresponding to the 
count is ambiguous when construed in light of the opponent’s 
disclosure, the party should move under § 1.633(a) for judgment 
against the claim on the ground of unpatentability under the 
second paragraph of 35 U.S.C. 112. In paragraph (a), “by 
reference to the prior art of record” is removed as unnecessary. 
— (a)(1) and (a)(2) of § 1.633 are revised by deleting 

some unnecessary language from each paragraph and by chan- 
ging “derivation” to “Derivation” in paragraph (a)(2). One com- 
ment suggested changing “corresponding to a count” in § 
1.633(a) to “designated to correspond to a count” for consis- 
tency with § 1.601(f), as amended. The suggestion is being 


adopted. 

Although not proposed in the Notice of Proposed Rulem- 
aking, § 1.633(a) is also revised by adding a sentence requiring 
that the motion separately address each claim alleged to be 
unpatentable. For example, where a plurality of claims are 
alleged to be unpatentable over prior art, the motion must 
compare each of those claims to the prior art. As a result, a 
party would not be allowed to allege that all of the opponent’s 
claims that correspond to the count are unpatentable simply 
because the opponent’s claim that corresponds exactly to the 
count is anticipated by, or would have been obvious in view 
of, the prior art. At the time an interference is declared, it 
may appear (and the parties may then believe) that all claims 
designated as corresponding to a count are directed to the same 
patentable invention. Once additional prior art is discovered in 
the preliminary motion period, however, what was the case 
when the interference was declared may no longer be the case. 
Hence, a preliminary motion under § 1.633(a) alleging unpat- 
entability over the prior art should address each claim believed 
to be unpatentable. In the case where a party has two claims, 
e.g., a genus and a species, if a preliminary motion under § 
1.633(a) is filed by an opponent which argues that only the 
genus is unpatentable, the party will need only respond to the 
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argument relative to the genus. Thus, to the extent there ever 
was a perception that all claims designated to correspond to a 
count stand or fall with the “patentability of the count,” the 
tule as adopted attempts to overcome that perception. There 
is no presumption in an interference that because one claim 
designated to correspond to a count is unpatentable over the 
prior art (35 U.S.C. 102(a), (b) and (e)), that po toe claims are 
unpatentable over the same prior art. On the other hand, in 
deciding priority of invention, all claims designated to corre- 

spond to a count at the time priority is decided will stand or 
fall together on the issue of priority. 

Section 1.633(b), which concerns motions for judgment on 
the ground of no interference-in-fact, was proposed to be 
revised to state that it is possible for claims of opponents 
presented in “means plus function” format to define 
patentable eg ae even though the claims of the opponents 
contain the same literal wording. The reason is that the sixth 
paragraph of 35 U.S.C. 112, which is applicable to “means plus 
function” limitations in application claims and patent claims, 
provides that such limitations are to be construed as covering 
the corresponding structure disclosed in the associated applica- 
tion or patent and equivalents thereof. In re Donaldson Co., 
16 F.3d 1189, 29 USPQ2d 1845 (Fed. Cir. 1994). The proposed 
change has been adopted, but with the proposed term “oppo- 
nents” being replaced by “different parties.” One comment 
suggested that in addition to Donaldson, support for the amend- 
ment can be found in Blackmore v. Hall, 1905 Dec. Comm’r 
Pat. 561 (Comm’r Pat. 1905), and the withdrawn opinion in 
Rion v. Ault, 455 F.2d 570, 172 USPQ 588 (1972) (Rion }, 
modified, 482 F.2d 948 (CCPA 1973) (Rion II), which the 
comment says stand for a proposition even broader than the one 
set forth in the proposed amendment. Inasmuch as Blackmore 

s the statutory language in question and Rion I was 
withdrawn by the CCPA, the suggestion is not being adopted. 

Paragraph (i) of § 1.633, which in its current form authorizes 
a party who opposes a preliminary motion under § 1.633(a), 
(b) or (g) to file a preliminary motion under § 1.633(c) or (d), 
is revised to additionally authorize a party-patentee to file a 
preliminary motion under § 1.633(h) to add to the interference 
an application for reissue of the party’s involved patent. 
Because a reissue application can include an amended or new 
claim to be designated as corresponding to a count, paragraph 
(i) as revised gives a patentee an option similar to that afforded 
in the same situation to a party-applicant, who can file a prelimi- 
nary motion under § 1.633(c)(2) to amend a claim in, or add 
a claim to, its involved application to be designated as corres- 
ponding to a count. One comment suggested further amending 
§ 1.633(i) to authorize a § 1.633(c)(1) motion in response to 
an opponent’s § 1.633(c)(1) motion. The suggestion, which 
is outside the scope of the present rulemaking, is not being 


One comment suggested that § 1.636, as proposed to be 
revised, which requires that a motion under § 1.634 to correct 
inventorship of a patent or application “be diligently filed after 
an error is discovered,” is ultra vires with respect to patents. 
The suggestion is outside the scope of the present rulemaking 
and is not being adopted. The suggestion will be considered 
in a future rulemaking. 

The Notice of Rulemaking proposed amending 

(a) of § 1.637 to incorporate the essence of a notice 
of August 10, 1990, published as “Interferences - Preliminary 
Motions for Judgment,” 1118 Off. Gaz. Pat. Office 19 (Sept. 
11, 1990). Specifically, the Notice of Proposed Rulemaking 
proposed adding the following language at the end of the para- 
graph: 


If a party files a motion for judgment under § 1.633(a) against 


an opponent based on the. ground of unpatentability over 
prior art, and the dates of the cited prior art are such that 
the prior art appears to be applicable to the party, it will be 
presumed, without regard to the dates alleged in the prelimi- 
nary statement of the party, that the cited prior art is appli- 
cable to the party unless there is included with the motion 
an explanation, and evidence if appropriate, as to why the 
prior art does not apply to the party. Reng ap 
include a sufficient explanation or evidence, the party will 
not be permitted to rely on any such explanation or evidence 
in response to or in any subsequent action in the interference. 
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Two comments suggested that the last sentence is 
imprecise in that although it is presumably intended to preclude 
a party whose motion an administrative patent judge sng held 
to include an insufficient explanation or evidence from later 
supplementing the explanation or evidence offered in the 
motion, the sentence is broad enough to be construed as also 
precluding the party from relying on the arguments and evi- 
dence that were offered in the motion. Accordingly, one of the 
comments suggested that the proposed last sentence be replaced 
by the following two sentences: “If the administrative patent 
judge holds that the motion fails to include a sufficient explana- 
tion or evidence as to why the cited prior art is not applicable 
to the party, the party will not be permitted to supplement any 
such explanation or evidence in any subsequent action in the 
interference. However, the party is not precluded from subse- 
quently arguing that the administrative patent judge’s decision 
was incorrect.” The substance of the suggestions is believed 
to be correct, but the suggested oni will not be adopted. 
Instead, § 1.637(a) is revised to read 


A party filing a motion has the burden of proof to show 
that it is entitled to the relief sought in the motion. Each 
motion shall include a statement of the precise relief 
requested, a statement of the material facts in support of the 
motion, in numbered s, and a full statement of the 
reasons why the relief requested should be granted. If a party 
files a motion for judgment under § 1.633(a) against an 
opponent based on the ground of unpatentability over prior 
art, and the dates of the cited prior art are such that the prior 
art appears to be applicable to the party, it will be presumed, 
without regard to the dates alleged in the preliminary state- 
ment of the party, that the cited prior art is applicable to the 
party unless there is included with the motion an explanation, 
and evidence if appropriate, as to why the prior art does not 
apply to the party. 


Rather than specify a particular sanction for failure of a party 
to comply with § 1.637(a), as adopted, it is more appropriate 
to rely on application of the provisions of § 1.618. A party 
who fails to timely include the explanation and/or evidence 
required by the rule runs a considerable risk that an exp!anation 
and/or evidence presented at a future time will be returned as 
untimely. See § 1.618(a). Papers which are returned are not 
considered part of the record. 

Section 1.637(a) was proposed to be revised to state that 
the statement of material facts be “preferably in numbered 
paragraphs.” One comment suggested that numbered para- 
graphs be a requirement, because it would make matters easier 
for opponents as well as administrative patent judges. The 
suggestion is being adopted. Ordinarily, it will be expected 
that each numbered paragraph will recite a single fact which 
can easily be “admitted” or “denied.” The use of numbered 

should make the decision-making process of the 
administrative patent judge easier. 

Another comment suggested that § 1.637(a) be revised to 
require that motions, oppositions and replies be numbered 
sequentially, so that party X’s opposition No. 1 will be its 
opposition to party Y’s motion No. 1, etc. The suggestion, 
while having considerable merit, is outside the scope of the 
present rulemaking, and is not being adopted. The suggestion 
will be made the subject of a future rulemaking effort. In 
papers filed in PTO in interference cases, there is an increasing 
tendency for parties to use “long” titles, e.g., PARTY SMITH’ § 
PRELIMINARY MOTION FOR DECLARATION OF 
PARTY OPPONENT RAYMOND’S CLAIMS TO BE 
UNPATENTABLE UNDER 37 CFR § 1.633(a). The opponent 
then responds with an opposition styled PARTY RAYMOND’S 
OPPOSITION TO PARTY SMITH’S PRELIMINARY 
MOTION FOR DECLARATION OF PARTY OPPONENT 
RAYMOND’S CLAIMS UNPATENTABLE UNDER 37 CFR 
§ 1.633(a). The reply then tends to be PARTY SMITH’S 
REPLY TO PARTY RAYMOND’S OPPOSITION TO 
PARTY SMITH’S PRELIMINARY MOTION FOR DECLA- 
RATION OF PARTY OPPONENT RAYMOND’S CLAIMS 
UNPATENTABLE UNDER 37 CFR § 1.633(a). It should be 
apparent that the styling of the paper loses its significance. 
Accordingly, pending a further rulemaking effort parties in 
interference can simplify matters by voluntarily adopting the 
essence of the suggestion by replacing the styling of the three 
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papers identified above with the following: (1) SMITH’S PRE- 
LIMINARY MOTION NO. 1; (2) RAYMOND’S OPPOSI- 
TION NO. 1; and (3) SMITH’S REPLY NO. 1. If numerous 
motions are filed, then sequential numbers can be used. In a 
two-party interference, if the parties can agree, one can use 
numbers and the other letters. In any event, it would be of 
considerable help to the Board if the style of a paper does not 
exceed a single line. 

As in the Notice of Proposed Rulemaking, § 
1.637(a) is also revised by changing “Every” in the second 
sentence to “Each.” 

Section 1.637(c)(1) sets forth the requirements for a prelimi- 
nary motion to add or substitute a proposed count. The Notice 
of Proposed Rulemaking proposed amending paragraph 
CK) in two respects: (1) to require a moving party to show 

count is patentable over the prior art; and 
@. to came that a proposed substitute count need only be 
shown to be patentably distinct from the other counts proposed 
to remain in the interference, since a proposed substitute count 
need not be patentably distinct from the count it is to replace. 
Several comments opposed amending § 1.637(c)(1)(v) to 
require a party to show that a proposed new count is patentable 
over the prior art, stating, inter alia, that the date of a count 
for purposes of determining what is available as prior art is 
not clear. The statements in the comment are well taken for 
the reasons given above in the discussion of § 1.601(f). Accord- 
ingly, the proposal to amend paragraph (c)(1)(v) to require the 
moving party to show the patentability of a proposed new count 
over the prior art is withdrawn. Paragraph (c)(1)(v) is revised 
only to require that a proposed substitute count must be shown 
to be patentably distinct from the other counts proposed to 
remain in the interference. 

As proposed in the Notice of Proposed Rulemaking, § 
1.637(c)(1)(vi) is revised to clarify that a preliminary motion 
under § 1.633(c)(1) need not be accompanied by a preliminary 
motion for benefit under § 1.633(f) unless the moving party 
seeks benefit with respect to the proposed count 

In order to eliminate the need for an opponent to respond 
to a § 1.633(c)(1) motion with a preliminary motion under § 
1.633(f) claiming benefit, which has the effect of delaying a 
decision on the § 1.633(c)(1) motion, the Notice of Proposed 
Rulemaking also pro amending § 1.637 by adding a new 
paragraph (c)(1)(vii) reading as follows: 


If an opponent is accorded the benefit of the filing date 
of an earlier filed application in the notice of declaration of 
the interference, show why the opponent is not also entitled 
to benefit of the earlier filed application with respect to the 

count. Otherwise, the opponent will be presumed 
to be entitled to the benefit of the earlier filed application 


with respect to the proposed count. 


One comment suggested clarifying the first sentence by 
inserting “and if the movant desires a holding that its opponent 
is not entitled to the benefit of the filing date of the earlier 
filed application for the proposed count” after “interference.” 
The same change was suggested for proposed new §§ 
1.637(e)(1)(ix) and 1.637(e)(2)(viii), which are identical to § 
1.637(c)(1)(vii). The suggestion is not being adopted. The rule, 
as amended, states that a moving party must take a positive 
action if it believes an opponent is not entitled to benefit for 
a new count. Failure to take the positive action creates a pre- 
sumption. The rule, as amended, also states the consequences 
of not taking a positive action. Taking the positive action is the 
manner to procedurally attempt to overcome the presumption. 
Hence, the suggested “clarification” is not necessary. 

As proposed, minor housekeeping amendments are made to 
§§ 1.637(c\(2)ii) and (iii) for clarification, and §§ 
1.637(c)\(2\iv) and 1.637(c)(3)iii), which relate to § 1.633(f) 
motions for benefit, are removed and reserved as unnecessary, 
since motions under § 1.633(c)(2) and (3) do not affect the 
count. Section 1.637(c)(3)(ii), which applies to motions under 
§ 1.633(c)(3) to designate a claim as corresponding to a count, 
is revised to have claims to claims, as is the case 
in § 1.633(c)(4)(ii), which applies to motions filed under § 
1.633(c)(4) to designate a claim as not corresponding to a count. 
The amendment avoids the need to compare claims to counts. 

Section 1.637(c)(4)(ii) was proposed to be revised to require 
that a party moving to designate a claim as not corresponding 
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to a count must show that the claim could not serve as the 
basis for a preliminary motion under § 1.633(c)(1) to add a 
new count. As proposed to be, the rule precludes a party from 
moving to designate one of its claims as not corresponding to 
the count where an opponent’s disclosure would support a 
similar claim. The supporting rationale is that the party could 
file a § 1.633(c)(1) preliminary motion proposing a claim to 
be added to the opponent’s application and suggesting that the 
proposed claim and the party’s claim in question be designated 
as corresponding to a proposed new count. One comment argues 
that the proposed amendment would unduly burden a party by 
requiring it to propose claims to be added to an opponent’s 
application, whereas under the current rule the opponent, who 
has the option to propose such a count and add such a claim 
in a motion under § 1.633(c)(1), runs the risk of interference 
estoppel by not pursuing an interference on common patentable 
subject matter. Thus, the comment notes that the effect of the 
proposed requirement would be to require a party to prevent 
its opponent from possibly getting itself into an estoppel situa- 
tion. The point of the comment is well taken. Accordingly, the 
proposal to amend § 1.637(c)(4) in the manner criticized by 
the comment hereby withdrawn. 

As proposed in the Notice of Proposed Rulemaking, § 
1.637(d)(4), which authorizes a party to file a motion for benefit 
together with a motion under § 1.633(d), is removed and 
reserved as unnecessary. Motions filed under § 1.633(d) do 
not affect the count. Sections 1.637(e)(1)(viii) and (e)(2)(vii) 
are revised to make it clear that a preliminary motion under §§ 
1.633(e)(1) or (e)(2) need not be accompanied by a preliminary 
motion for benefit under § 1.633(f) unless the moving party 
seeks benefit with respect to the proposed count. As proposed, 
§§ 1.637(e)(1)(ix) and (e)(2)(viii) are added specifying that 
where a party is accorded the benefit of the filing date of 
an earlier filed application in the notice of declaration of the 
interference, that party is presumed to be entitled to the benefit 
of the earlier filed application with respect to the proposed 
count. 

Section 1.637(f)(2) is revised, as proposed, by changing 
“abroad” to “in a foreign country” and removing both occur- 
rences of “filed abroad” as superfluous. 

The Notice of Proposed Rulemaking proposed to amend § 
1.637(h) by adding a sentence stating that “[a] patentee may 
not move under § 1.633(h) to add a reissue application that 
includes new or amended claims to be designated as not corres- 
ponding to a count.” The purpose of the proposal was to make 
clear that a preliminary motion to add a reissue application 
that includes a new or amended claim to be designated as not 
corresponding to a count will be given the same treatment as 
a preliminary motion proposing to amend a claim in, or add a 
new claim to, an involved application to be designated as not 
corresponding to the count, i.e., the preliminary motion will 
be dismissed. See L’Esperance v. Nishimoto, 18 USPQ2d 1534, 
1537 (Bd. Pat. App. & Int. 1991) (interference rules do not 
authorize a motion by party-applicant to amend or add a claim 
to be designated as not corresponding to the count). Several 
comments were received in opposition to this proposal, one of 
which stated: 


As understood, this would prevent moving to add any 
reissue application to an interference if even a single claim 
of that reissue was independently patentable, i.e., properly 
not subject to the interference, even if some or most of the 
other claims were the same as, or patentably indistinct from, 
claims already subject to the interference. 


It is not seen why patent owners should be deprived of 
their statutory and normal ex parte right to have and maintain 
reissue applications with appropriate claims to inventions 
disclosed in their specifications, simply to meet a new inter- 
ference rule requirement that appears to be solely for adminis- 
trative convenience for the interference proceeding. 


The statement in the comment is justified. The rule as proposed 
to be revised would unfairly preclude a patentee whose involved 
claims are all held to be unpatentable during the interference 
(e.g., under 35 U.S.C. 112, first paragraph, for lack of written 
description support) from adding a reissue application that con- 
tains new or amended claims to be designated as corresponding 
to a count simply because the reissue application also happens 
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to include a new or amended claim to be designated as not 
corresponding to a count. Accordingly, the proposed amend- 
ment to paragraph (h) is hereby withdrawn. 

As in the Notice of Proposed —- § 
1.638(b) is revised by changing “a reply” to ly.” 

One comment suggested amending § 1 638(a) to take into 
account that an opposition may be based on material facts that 
are not set forth in the motion, by changing “(2) include an 
argument why the relief requested in the motion should be 
denied” to “(2) set forth in numbered paragraphs any material 
facts in support of the opposition not set forth in the motion 
and include an argument why the relief requested in the motion 
should be denied.” A similar amendment was suggested for 
paragraph (b) as to replies. The suggestions, which are outside 
the scope of the present rulemaking, are not being adopted. 
The suggestions would to have considerable merit and 
will be made the subject of a future rulemaking effort. 

Paragraph (a) of § 1.639, which currently requires that a 
motion, opposition or reply be accompanied by the evidence 
on which a party intends to rely in support of or in opposition 
to a motion, is revised as in the Notice of Proposed 
Rulemaking to be consistent with paragraphs (c) through (g), 
which permit some types of evidence to be filed after filing of 
the motion, opposition or reply. In addition, paragraph (d)(1) 
is revised, as proposed, by changing “call” to “use.” 

One comment expressed concern about § 1.639(a) to the 
extent it is construed as requiring that all available evidence 
in support of a motion, opposition or reply must be filed and 
served with the motion, opposition or reply, which is presumed 
to be a reference to the construction given § 1.639 in Jrikura 
v. Petersen, 18 USPQ2d 1362, 1368 (Bd. Pat. App. & Int. 
1990): 


A good faith effort must be made to submit evidence to 
support a pre motion or opposition when the evi- 
dence is availéble. Orikasa v. Oonishi, [10 USPQ2d 1996, 
2000 n.12 (Comm’r Pat. 1989)]. Note the commentary 
[Patent Interference Proceedings; Final Rule,| 49 F.R. 
[48416], at 48442 (Dec. 12, 1984), 1050 O.G. [385], at 411 
(Jan. 29, 1985]), [corrections] 50 F.R. 23122 (May 31, 1985), 
1059 O.G. 27 (Oct. 22, 1985). 


See also Okada v. Hitotsumachi, 16 USPQ2d 1789, 1790 
(Comm’r Pat. 1990). Specifically, the comment notes that: 


[t]o permit testimony beyond the evidence filed with the 
motion, has been likened to “two bites of the apple”. I think 
there is a misunderstanding here, it is not two bites. 


For example, a motion for summary judgment that is denied, 
[sic] does not preclude the party from proving his case at trial 
with additional evidence. Two bites comes if, after decision 
on motion, a party tries to bring a second motion with additional 
evidence or argument, or “ after trial and judgment, the loser 
wants to introduce more evidence that was available all along. 
I see nothing wrong with an interference party submitting the 
prior art and arguing that “any fool can plainly see” the subject 
matter of the count is obvious. That’s a sort of motion for 
summary judgment on the issue. If the APJ does not perceive 
the obviousness to be apparent, he or she should invite the 
parties to present additional testimony on obviousness during 
the testimony time, not block it. Obviously, the same reasoning 
would apply to enablement, operability, same patentable inven- 
tion, etc. 


(Original emphasis.) The suggestion that the rules be revised 
to permit a party to later submit evidence that it could have 
submitted in support of or in opposition to a preliminary motion 
is declined for the reasons given in Hanagan v. Kimura, 16 
USPQ2d 1791, 1793 (Comm’r Pat. 1990) (“the new interference 
rules were not intended to it routine requests to take testi- 
mony in lieu of presenting timely affidavits and other available 
proof of material [facts] with the motion”). See also Staehelin 
v. Secher, 24 USPQ2d 1513, 1515 n.3 (Bd. Pat. App. & Int. 
1992). 

Another comment suggested amending the rules to permit 
the filing of a motion for “ judgment” shortly (e.g., 
within two months) after the interference is declared on a matter 
that may be dispositive of the interference, such as the absence 
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of an interference-in-fact, unpatentability of all of the parties’ 
claims that correspond to the count or unpatentability of all 
of the opponent’s claims that correspond to the count, with 
testimony being restricted to affidavits and counter-affidavits. 
Compare Fed. R. Civ. P. 56. The comment continues that if 
the motion is denied by the administrative patent judge, there 
would be no right of appeal; if the motion is granted, the 
opponent could appeal to a three-member panel of the board 
and, if the panel concurs with the decision of the administrative 
patent judge, the opponent could seek judicial review. To the 
extent the suggestion is seeking a rule authorizing motions for 
summary judgment like those provided for in Fed. R. Civ. P. 
56, the suggestion is outside the scope of the present rulemaking 
and is therefore not being adopted. In a future rulemaking 
effort, PTO will consider whether there is an advantage to be 
gained by some form of “summary judgment” motion. 

The Notice of Proposed Rulemaking proposed to amend § 
1.640(b) in several respects. First, it was proposed to add a 
first sentence providing that “[uJnless an administrative patent 
judge or the Board is of the opinion that a decision on a 
pre motion would materially advance the resolution of 
the interference, decision on a preliminary motion shall be 
deferred to final hearing.” One comment indicated that 
requiring deferral ‘aan non-dispositive motions may adversely 
affect settlement of interferences: 


Under the current procedure, where most motions are 
initially decided, if a party is faced with a particular decision 
on a non-dispositive motion, that decision may affect the 
party’s willingness to settle with the opposing party, even 
knowing that the decision may be changed at final hearing. 
For example, if a party has proposed a new count that better 
fits its proofs and the motion proposing the new count is 
denied, the party may be willing to request adverse judgment 
(e.g., in exchange for a license) rather than try to prove 
invention of the original count for which its proofs are not 
as good, even knowing that there is a chance that the proposed 
count may be adopted at final hearing. Similarly, a party 
= new succeeded in having important claims designated as 

g to the count may be willing to settle on 
on nadie. even though it may lose certain other claims. 
To the extent that early decisions on preliminary motions 
motivate settlement in that way, the amendments 
will decrease the settlement rate of interferences, adding to 
the workload of the Board and of practitioners. 


While the comment can be correct in some interferences, it 
may not be true in other interferences. In those interferences 
where decision on a preliminary motion is likely to lead to 
settlement, the parties should approach the administrative patent 
judge and discuss the matter. The administrative patent judge 
will then be in a position to make an informed decision on an 
“opinion that an earlier decision on a preliminary motion would 
material advance the resolution of the interference.” Amending 
the rule, as proposed, will advance resolution of interferences 
where settlement is not likely, while at the same time giving 
the parties a means by which to inform the administrative patent 
judge that a decision on a particular motion would assist the 
settlement process. 

One comment suggested that the proposed language could 
be clarified by changing “a decision” (first occurrence) to “an 
earlier decision” so that the sentence reads: “Unless an adminis- 
trative patent judge or the Board is of the opinion that an earlier 
decision on a preliminary motion would materially advance 
the resolution of the interference, decision on a preliminary 
motion shall be deferred to final hearing.” The suggestion is 
being adopted. 

Another comment stated that the second sentence of § 
1.640(b) as proposed to be revised (“Motions otherwise will 
be decided by an administrative patent judge.”) is somewhat 
confusing and asks whether it is intended to mean that if the 
administrative patent judge decides not to defer a motion to 
final hearing, the administrative patent judge will then decide 
the motion. Any possible ambiguity ries ‘oe by changing 
“otherwise” to “not deferred to final 

Although not proposed in the Notice of of —_— Rulem- 
aking, the sentence in § 1.640(b) which currently reads “[aJn 
administrative patent judge may consult with an examiner in 
deciding motions involving a question of patentability” is 
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changed to “[a]n administrative patent judge may consult with 
an examiner in deciding motions” to avoid any uncertainty 
that the administrative patent judge is free to consult with an 
examiner on any preliminary motion. 

Still another comment suggested that the fourth sentence of 
§ 1.640(b) as proposed to be revised (“An administrative patent 
judge may take up motions for decision in any order and may 
grant or deny any motion or take such other action which will 
secure the just, speedy, and inexpensive determination of the 
interference.”) be changed to read as follows to make it clear 
that the goal of ensuring a just, speedy, and inexpensive determi- 
nation of the interference applies to the choice of order of 
deciding motions: ”An administrative patent judge may take 
up motions for decision in any order, may grant or deny any 
motion, and may take such other action which will secure the 
just, speedy, and inexpensive determination of the interfer- 
ence.” The suggestion is being adopted. The rule is also revised 
to make absolutely clear that, among other things, an adminis- 
trative patent judge may dismiss a motion, e.g., when a motion 
does not comply with a rule. The addition of the possibility of 
“dismissing” a motion augments the sanction available under 
§ 1.618(a), i.e., return of a paper. 

One comment suggested adding a provision to § 1.640(b) 
specifically recognizing the authority of the administrative 
patent judge, for the purpose of promoting the just, speedy and 
inexpensive resolution of the interference, “to schedule a final 
hearing on deferred preliminary motions prior to the time of 
testimony on priority, etc. See also § 1.654(a).” The suggestion, 
which is outside the scope of the present rulemaking, is not 
being adopted. The suggestion will be considered in a future 
rulemaking effort, although it should be noted that nothing in 
the rules should be construed as precluding an administrative 
patent judge or the Board from ordering a “final” hearing on 
a particular issue. Whether such a “final hearing” is ordered 
is within the sound discretion of the administrative patent judge 
or the Board. 

As proposed in the Notice of Proposed Rulemaking, § 
1.640(b) is also revised to state that “[a] matter raised by a 
party in support of, or in opposition to, a motion that is deferred 
to final hearing will not be entitled to consideration at final 
hearing unless the matter is raised in the party’s brief at final 
hearing.” One comment questioned whether it will be sufficient 
to simply incorporate the deferred motion and reply into the 
brief. The answer is no. With the exception of a motion to 
suppress, which may be filed as a separate paper together with 
a party’s brief (§ 1.656(h)), and papers properly belatedly filed 
after the brief has been filed, the brief must satisfy the require- 
ments of § 1.656(b) with respect to all issues to be decided at 
final hearing, including the requirement for a statement of 
the issue (§ 1.656(b)(4)), a statement of the relevant facts (§ 
1.656(b)(5)), and an argument (§ 1.656(b)(6)). It will be noted 
at this point, that the Board generally discourages the practice 
of incorporating an argument in one paper into a second paper. 
The reason is that the argument in the first paper can easily 
be overlooked in considering the second paper, i.e., when an 
administrative patent judge studies a motion, opposition, or 
reply at home only to find that the “incorporated paper” is not 
available. 

As proposed in the Notice of Proposed Rulemaking, § 
1.640(b) is revised to state that “[i]f the administrative patent 
judge determines that the interference shall proceed to final 
hearing on the issue of priority or derivation, a time shall be 
set for each party to file a paper identifying any decisions on 
motions or on matters raised sua sponte by the administrative 
patent judge that the party wishes to have reviewed at final 
hearing as well as identifying any deferred motions that the 
party wishes to have considered at final hearing.” One comment 
questioned why the statement of matters to be reviewed at final 
hearing is limited to final hearings on “priority or derivation.” 
The reason is that final hearings on priority and/or derivation are 
the only types of final hearing that will be scheduled pursuant to 
§ 1.640(b). Final hearings that are requested in response to 
show cause orders under § 1.640(d) are set pursuant to § 
1.640(e), which, as amended likewise requires statements iden- 
tifying the matters to be reviewed at final hearing. 

Section 1.640(b) was also proposed to be revised by adding 
as the last sentence: “Any evidence that a party wishes to have 
considered with respect to the decisions and motions identified 
by the party or by an opponent for consideration or review at 
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final hearing, including any affidavit filed by the party under 
§ 1.608 or 1.639(b), shall be served on the opponent during 
the testimony-in-chief period of the party.” In order to be 
consistent with the terminology in the preceding sentence of 
§ 1.640(b), the phrase “decisions and motions” in the proposed 
last sentence is replaced by “decisions and deferred motions.” 
Furthermore, the last sentence, as adopted, has been worded 
to takes into account the retention and amendment of § 1.671(e) 
to permit a party to file a notice of intent to rely on affidavits, 
patents and printed publications previously submitted under § 
1.639(b). Accordingly, the last sentence, as adopted, reads: 
“Any evidence that a party wishes to have considered with 
respect to the decisions and deferred motions identified by the 
party or by an opponent for consideration or review at final 
hearing shall be filed or, if appropriate, noticed under § 1.671 (e) 
during the testimony-in-chief period of the party.” 

As proposed in the Notice of Proposed Rulemaking, the last 
sentence of § 1.640(b)(1) (“After the time expires for filing 
any amendment and supplemental preliminary statement, the 
examiner-in-chief will, if necessary, redeclare the interfer- 
ence.”) is changed to read: “At an appropriate time in the 
interference, and when necessary, an order will be entered 
redeclaring the interference.” One comment requested clarifica- 
tion of the meaning of “when necessary” and suggested that 
redeclaration should be required when the order of parties is 
changed but the count remains the same, in order to make it 
clear who is junior and who is senior. The suggestion, which 
included no specific language for its implementation and is 
outside the scope of the present rulemaking, is not being 
adopted. It will be considered in a future rulemaking effort. 

Section 1.640(b)(2), which currently states that a preliminary 
motion filed after a decision is entered on preliminary motions 
under § 1.633 will not be considered except as provided by § 
1.655(b), is revised to state that a preliminary motion filed 
after the time expires for filing preliminary motions will not 
be considered except as provided by § 1.645(b) by changing 
“1.655(b)” to “1.645(b).” Section 1.645(b) relates to consider- 
ation of belatedly filed papers in general. 

The Notice of Proposed Rulemaking proposed to amend § 
1.640(c), which currently requires an administrative patent 
judge or the Board to specifically authorize an opposition to 
a request for reconsideration of a decision by an administrative 
patent judge, to authorize an opponent to file an opposition, 
thereby saving the administrative patent judge or the Board the 
time it would otherwise take to determine whether to authorize 
an opposition. An opposition is normally required before the 
Board will modify the decision of an administrative patent 
judge. One comment suggested that because the Board fre- 
quently dismisses or denies requests for reconsideration without 
requesting an opposition, the proposed amendment will have 
the effect of unnecessarily increasing costs by encouraging 
the filing of oppositions that the Board may frequently find 
unnecessary to consider. The point is well taken and the pro- 
posal to amend § 1.640(c) to authorize oppositions to be filed 
without leave of the administrative patent judge is therefore 
withdrawn. 

As proposed in the Notice of Proposed Rulemaking, the last 
sentence of § 1.640(c) is removed in order to authorize a single 
individual administrative patent judge to decide a request for 
reconsideration and is also revised to require that a request 
for reconsideration be filed by hand or Express Mail. The 
amendment of the rule should not be construed as limiting the 
authority of the Board, in the discretion of an administrative 
patent judge or the Board, to decide a request for reconsidera- 
tion. 

One comment suggested amending the second sentence of § 
1.640(c) to permit service by next-business-day courier, arguing 
that hand delivery is often impractical and Express Mail unduly 
difficult. The comment also suggested that paragraph (c) be 
revised to allow reconsideration of a decision on motions, which 
is currently limited to identifying points that have been “misap- 
prehended or overlooked,” on the additional ground that the 
decision is simply wrong on the merits, noting that decisions on 
reconsideration in several interferences agreed that a decision is 
wrong on the merits but refused to change it on the 
that nothing was overlooked or hended. Both of these 
suggestions are outside the scope of the present rulemaking and 
are not being adopted. However, pending a future rulemaking 
effort, the word “served by hand” in § 1.640(c) and elsewhere 
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in the rules should be construed to include service by next- 
business-day courier. In using a next-business-day courier, a 
party is serving the paper by hand, the “hand” being the courier 
service. Hence, service by hand will be construed to include 
service by any commercial courier which performs a service 
essentially cochatin to the Express Mail service provided by 
the U.S. Postal Service. Pending further rutemaking, the date 
af survich shuilh to dae dete of delinety > Geo anni. 

Section 1.640(d)(1), which currently states that an order to 
show cause under that section may be based on a decision on 
a motion which is dispositive of the interference against a party 
as to any count, is revised, as proposed in the Notice of Proposed 
Rulemaking, to also include decisions on dispositive matters 
raised sua sponte by an administrative — Judge. 

Section 1.640(e) is revised, as to incorporate 
substance of the Notice of December 8, 1986, published as 
“Interference Practice: Response to Order to Show Cause Under 
37 CFR 1.640,” 1074 Off. Gaz. Pat. Office 4 (Jan. 6, 1987), 
1086 Off. Gaz. Pat. Office 282 (Jan. 5, 1988). Specifically, § 
1.640(e), as amended, provides that where the order to show 
cause was issued under § 1.640(d)(1), the party may file a 
paper (i) requesting that final hearing be set to review the 
decision which is the basis for the order and identifying every 
other decision of the administrative patent judge that the party 
wishes to have reviewed by the Board at a final hearing, or 
(ii) fully explaining why judgment should not be entered. Any 
opponent is permitted to file a response to the paper within 20 
days of the date of service of the paper. Where the order was 
issued under § 1.640(d)(1), and the paper includes a request 
for final hearing, the opponent’s response must identify every 
decision of the administrative patent judge that the opponent 
wishes to have reviewed by the Board at a final hearing. Where 
the order was issued under § 1.640(d)(1) and the paper does 
not include a request for final hearing, the opponent’s response 
may include a request for final hearing, which must identify 
every decision of the administrative patent judge that the oppo- 
nent wishes to have reviewed by the Board at a final hearing. 
Where an opponent’s response includes a request for a final 
hearing, the party who filed the paper shall have 14 days from 
the date of service of the opponent’s response in which to file 
a supplemental paper identifying any other decision of the 
administrative patent judge that the party wishes to have 
reviewed by the Board at a final hearing. The paper or the 
response thereto shall be accompanied by a motion (§ 1.635) 
requesting a testimony period if a party wishes to introduce 
any evidence to be considered at final hearing (§ 1.671), such 
as affidavits previously filed under § 1.639(b). A request for 
a testimony period will be construed as including a request for 
final hearing. If the paper contains an explanation of why 
judgment should not be entered in accordance with the order 
and no party has requested a final hearing, the decision that is 
the basis for the order shall be reviewed based on the contents 
of the paper and the response. If the paper fails to show good 
cause, the Board shall enter judgment against the party against 
whom the order issued. 

One comment suggested that in view of the proposed addition 
to § 1.640(b) to create a presumption of deferral of nondisposi- 
tive preliminary motions, a provision should be added allowing 
the parties to request that the Board also consider deferred 

preliminary motions at a § 1.640(e) final hearing. The comment 
(is merit and, wikllo wot being adapted specifically at this tans, 
will be made the subject of future rulemaking. In the interim, 
and consistent with the second sentence of § 1.601, the rules 
should be construed to give the administrative patent judge 
the maximum discretion to determine what issues might be 
considered at any final hearing set as a result of entry of an 
order to show cause. 

One comment suggested that § 1.640(e)(1) be revised to 
automatically authorize the party who filed a paper in response 
to a § 1.640(d) show cause order to file a reply to an opponent's 
response in order to avoid the need for motions to file such 
replies. The suggestion is outside the scope of the present 
rulemaking and is not being adopted. Another comment sug- 
gested adding a wae it to § 1.640(e) similar to the last 
sentence of proposed § 1.640(b) so that parties can include § 
1.639 preliminary motion proofs in the record for consideration 
at a § 1.640(e) final hearing. The suggestion is being adopted. 
Accordingly, the penultimate sentence of § 1.640(e)(3), as 
adopted, reads: “Any evidence that a party wishes to have 
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considered with respect to the decisions and deferred motions 
identified by the party or by an opponent for consideration or 
review at final hearing shall be filed or, if appropriate, noticed 
under § 1.671(e) during the testimony period of the party.” 

One comment suggested modifying the first sentence of pro- 
posed § 1.640(e)(4) (“If the paper contains an explanation of 
why judgment should not be entered in accordance with the 

and no party has requested a final hearing .”) by 
changing “order and” to read “order, and if.” is waeudien 
is being adopted. 

Two comments suggested that interferences can be expedited 
and the costs reduced by amending the rules to formalize the 
procedure of having an administrative patent judge conduct a 
hearing after the filing of motions, oppositions and replies on 
issues that are potentially dispositive of the interference, as has 
been done on an experimental basis in several interferences. 
The comment indicates that such a procedure should reduce 
time and costs, encourage settlements, reduce issues, and help 
parties reach stipulations. The suggestion, which is outside the 
scope of the present rulemaking, is not being adopted. The 
suggestion will be the subject of future rulemaking. In the 
interim, there is nothing in the rules to preclude a party from 
requesting a hearing on a dispositive motion. Whether a hearing 
is conducted is a matter within the discretion of the administra- 
tive ee judge. 

Section 1.641 currently provides that an administrative patent 
judge who becomes aware of a reason why a claim designated 
to correspond to a count may not be patentable should notify 
the parties of the reason and set a time within which each 
party may present its views. After considering the views, the 
administrative patent judge determines how the interference 
shall . The Notice of Proposed Rulemaking proposed 
to amend § 1.641 to state that a party’s views “may include 
argument or appropriate preliminary motions under § 1.633(c), 
(d) or (h), including any supporting evidence.” After the Notice 
of Proposed Rulemaking was published it became apparent that 
the proposed language is ambiguous as to (1) whether evidence 
can be submitted in support of argument as well as in support 
of appropriate motions and (2) as to whether a party who 
agrees with the administrative patent judge’s determination of 
unpatentability is entitled to file motions under §§ 1.633(c), 
(d) and (h). These possible ambiguities are avoided by 
amending the rule to state that a party’s views may include 
argument, including any supporting evidence, and in the case 
of the party whose claim may be unpatentable, may also include 
one or more appropriate preliminary motions under § 1.633(c), 
(d) and (h), including any supporting evidence. The Notice of 
Proposed Rulemaking also proposed amending § 1.641 to state 
that “[a]fter considering any timely filed views, including any 
timely filed preliminary motions under § 1.633, the administra- 
tive patent judge shall decide how the interference shall pro- 
ceed.” Inasmuch as the proposed language fails to take into 
account any oppositions and replies for the motions, the rule 
is instead revised to read: “After considering any timely filed 
views, including any timely filed preliminary motions under § 
1.633, oppositions and replies, the administrative patent judge 
shall decide how the interference shall proceed. 

“One comment responded to the proposed amendments of 

§ 1.641 as follows: 


The action taken by an administrative patent judge under 
this rule should be described as, in effect, a section 1.633(a) 
motion by the administrative patent judge. The action should 
point out that any party disagreeing with the administrative 
patent judge should respond in the same fashion as it would 
in opposing a section 1.633(a) motion including the submis- 
sion of all available evidence underrule 1.639. By taking 
action under this rule, an administrative patent judge* 
becomes the (or an) adversary to at least one party in the 
interference and therefore any decision on such a motion by 
an administrative patent judge should be deferred to final 
hearing and the administrative patent judge who took the 
action should not be a member ofthe panel at final hearing. 
Other possibilities would be to remand the matter to the 

i examiner for his or her decision as to whether there 
ground of unpatentability. If 


primary exa 
is any merit to the 
the ground of unpatentability applies to the claims 
ofa _— involved in the interference, the primary examiner 
could dete: 


rmine whether the purported ground of unpatent- 
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ability is sufficient to institute a reexamination proceeding 
with respect to the patent. If the primary examiner’s decision 
is adverse to one or more of the parties, that party or those 


parties would have the burden of showing that the primary 
examiner’s decision was incorrect. Another possibility would 
be for the administrative patent judge to merely notice the 
issue and provide the parties with a period of time within 
which to submit a motion under section 1.633(a). If none 
of the parties submits a section 1.633(a) motion and the 
administrative patent judge considers the matter to be of 
sufficient importance, he or she could then remand to the 
attention of the primary examiner for his or her decision as 
previously indicated. 


* Cf. In re Van Geuns, 20 USPQ2d 1291, 1295 (Fed. 
Cir.1991)“‘[a]s in all ex parte cases, the entity adverse to Van 
Geuns is the PTO Commissioner.” 


The suggestion that § 1.641 be revised to characterize an admin- 
istrative patent judge’s determination that a party’s claim may 
be unpatentable as, in effect, 2 § 1.633(a) motion is not being 
adopted. Section 1.641, as proposed to be revised by the com- 
ment, could be construed as precluding an opponent who agrees 
with the determination from submitting argument and appro- 
priate motions, including evidence, in support of the determina- 
tion. The suggestion that the administrative patent judge who 
initially made the determination of unpatentability be precluded 
from serving as a member of the reviewing panel at final 
hearing is not adopted. Judges in various courts and judges in 
administrative proceedings routinely issue orders to show cause 
and consider views presented in response to those orders. In 
the case of a dispositive matter which results in the issuance 
of an order to show cause, the party receiving the order to 
show cause knows that in addition to the administrative patent 
judge issuing the order, at least two other administrative patent 
judges will consider the response. Moreover, it should be noted 
that resolving patentability in an interference and in ex parte 
proceedings is not the same. In ex parte examination of a patent 
application, the statute specifically contemplates an administra- 
tive appeal to the Board. 35 U.S.C. 134. In the case of interfer- 
ences, the statute authorizes the Board, in the first instance, to 
make a patentability determination. 35 U.S.C. 135(a). Hence, 
the statute does not require that an administrative patent judge 
issuing an order to show cause not participate in ruling on the 
sufficiency of any response to the order. Efficient administra- 
tion of interferences in PTO dictates that the administrative 
patent judge most likely to be familiar with the record partici- 
pate in evaluating responses to orders to show cause. 

Another comment suggested that a § 1.641 order authorizing 
views be identified in the rule as an order to show cause. The 
suggestion is not being adopted. If, after considering the parties’ 
arguments, motions, oppositions and replies, the administrative 
patent judge concludes that all of the involved claims or one 
or both parties are unpatentable, the administrative patent judge 
may issue an order to show cause pursuant to § 1.640(d)(1) as 
amended, which expressly provides for a show cause order 
based on a decision on a matter raised sua sponte by an adminis- 
trative patent judge. 

Section 1.643(b) is revised, as proposed in the Notice of 
Proposed Rulemaking, for clarification and also to change “ends 
of justice” to “interest of justice” to be consistent with the 
language used in other interference rules, including §§ 1.628(a) 
and 1.687(c). 

As proposed in the Notice of Proposed Rulemaking, § 
1.644(a) is revised by changing “a panel consisting of more 
than one examiner-in-chief” to “the Board” and 
(a)(1}, (b) and (c) are revised by changing both occurrences 
of “panel” to “Board.” 

Section 1.644(a)(2) is revised by removing the statement 
concerning when parties are authorized to file a petition seeking 
to invoke the supervisory authority of the Commissioner. The 
times for filing petitions are set out in § 1.644(b). 

Section 1.644(b) is revised to provide that a petition seeking 
to invoke the supervisory authority of the Commissioner shall 
not be filed prior to the party’s brief for final hearing. Sections 
1.644(a)(2) and (b) currently provide that such a petition shall 
not be filed “prior to the decision of the Board awarding judg- 
ment.” Since promulgation of the “new” rules, 49 FR 48416 
(Dec. 12, 1984), reprinted in 1050 Off. Gaz. Pat. Office 385 
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(Jan. 29, 1985), there have been relatively few petitions filed 
in interference cases, particularly petitions seeking to invoke 
supervisory authority. Thus, a result sought to be achieved 
under the “new” rules has been, in fact, achieved, i.e., fewer 
petitions. Under the rules, there should be few, if any, petitions 
to invoke supervisory authority. Section 1.644(a)(1), which 
authorizes important questions to be certified to the Commis- 
sioner, should be sufficient in most cases to resolve questions 
of interpretation of the rules. Section 1.644(a)(2) provides a 
vehicle for rule interpretation in those cases where certification 
is declined by the administrative patent judge and there remains, 
at the time briefs are filed for final hearing, a need to resolve 
the interpretation. The time for filing a petition to invoke super- 
visory authority is believed to be more appropriate before the 
Board enters a final decision, as opposed to after entry of a 
final decision—as required by current practice. Parties should 
not file petitions seeking to invoke supervisory authority in 
cases involving routine interlocutory orders which do not 
involve an interpretation of a rule. As noted in the notice of 
final rule: 


[a] final decision of the Board is reviewable in the U.S. 
Court of Appeals for the Federal Circuit or an appropriate 
U.S. district court. Any reviewing court can review all aspects 
of the decision including patentability, priority, and all rele- 
vant interlocutory orders, such as denials of discovery. 


49 FR 48416, 48418 (Dec. 12, 1984), reprinted in 1050 Off. 
Gaz. Pat. Office 385, 387 (Jan. 29, 1985). 

Section 1.644(b) is also revised, as proposed, by revising it 
to state that a petition under § 1.644(a) shall be considered 
timely if it is filed simultaneously with a proper motion under 
§§ 1.633, 1.634, or 1.635 when granting the motion would 
require waiver of a rule. In other words, a petition under § 
1.644(a)(3) should seek waiver of a rule prospectively rather 
than retroactively. Parties should recognize that waiver of a 
tule is reserved for unusual circumstances. Myers v. Feigelman, 
455 F.2d 596, 601, 172 USPQ 580, 584 (CCPA 1972) (waiver 
of rules on routine basis would defeat the purpose of the rules 
and substantially confuse interference practice). Nevertheless, 
since PTO cannot possibly contemplate all circumstances which 
can arise in interferences at the time a rule is promulgated, 
waiver of a rule may be entirely appropriate in unusual circum- 
stances. By encouraging parties to file a petition when they 
know a rule must be waived, the opponent is put in the best 
position to address the matter and to take whatever action might 
be in the opponent’s interest in the event a petition is granted. 
On the other hand, parties should not expect many petitions to 
be granted which seek to waive the rules. 

The time for responding to a petition under § 1.644(a)(1) or 
(a)(2) is changed from (a) 15 to days (b) to 20 days. The time 
for responding to a petition under § 1.644(a)(3) is changed 
from (a) 15 days to (b) 20 days or the date an opposition is 
due to the accompanying motion, whichever is earlier. The 
change will permit an opponent to file an opposition to the 
motion and the petition on the same day and should eliminate 
different, but related, time periods from running concurrently. 

Section 1.644(b), as proposed, would have authorized the 
petition to be made part of the motion, as does § 1.644(b) in 
its current form. Upon reflection, since the petition is decided 
by one PTO official and the motion by another, it will be more 
efficient for PTO if the petition and motion are filed as separate 
papers. Additionally, the fact that a petition has been filed is 
less likely to be inadvertently overlooked if the petition and 
motion appear in separate papers 

In § 1.644(d), the second sentence, as proposed, is removed 
as unnecessary. The Notice of Proposed Rulemaking also pro- 
posed amending this paragraph to provide that the statement 
of facts in a petition preferably should be in numbered para- 
graphs. One comment suggested that numbered paragraphs be 
required, rather than just preferred. The suggestion is being 
adopted. Arother comment suggested inserting a comma after 
“Board” in the second sentence of § 1.644(d), as proposed to 
be revised. The suggestion is being adopted. 

As proposed in the Notice of Proposed Rulemaking, § 
1.644(f) is revised to change the “15 days” in which to request 
reconsideration of a decision by the Commissioner to “14 days.” 

In § 1.644(g), the quotation marks around “Express Mail” 
are removed, as proposed. 
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Section 1.645(b), which in its current form permits consider- 
ation of a belatedly filed paper only if accompanied by a motion 
under § 1.635 showing sufficient cause (§ 1.645(b)) for the 
belatedness, is revised in several respects, as proposed in the 
Notice of Proposed Rulemaking. First, “sufficient cause” is 
changed to “good cause” in order to provide a single “cause” 
standard throughout the interference rules. Second, paragraph 
(b) is revised to permit consideration of a belatedly filed paper 
if an administrative patent judge or the Board, sua sponte, is 
of the opinion that it would be in the interest of justice to 
consider the paper. An example would be where the delay is 
short (e.g., one day) and there is no prejudice to an opponent 
or where all parties and the Board act as though a paper is 
timely only to discover later that it was not. For purposes of 
sections other than § 1.645, a belatedly filed paper is considered 
“timely filed” if accompanied by a motion under § 1.635 to 
excuse the belatedness, which is granted. 

Section 1.645(d) is revised, as proposed, by deleting “In an 
appropriate circumstance” as superfluous in view of the lan- 
guage “may stay proceedings,” which indicates that the admin- 
istrative patent judge has the discretion to stay an interference. 

Section 1.646 is revised in the manner proposed in the Notice 
of Proposed Rulemaking. Specifically, § 1.646(a)(2) is revised 
by deleting the reference to § 1.684, which is removed. Section 
1.646(c)(1) is revised by inserting “or causing a copy of the 
paper to be handed” after “By handing a copy of the paper” 
to make it clear that the paper need not be personally delivered 
by the party, i.e., that delivery by hand can be effected by a 
commercial courier, for example. When a next-business-day 
commercial courier is used, it should be understood that the 
party normally will deliver the paper to the courier on one day 
and the paper will be delivered to the office of counsel for the 
opponent on the next day. A certificate of service that states 
that the paper is being served “via the following commercial 
courier: [insert name]” is deemed to be a proper service within 
the meaning of § 1.646(c)(1), as amended. Pending further 
rulemaking, the date of service will be considered the date the 
paper is delivered to the courier. 

In § 1.646(c)(4), “mail” (second occurrence)”is changed to 

“first class mail” to make it clear that the service date specified 
in that paragraph applies only to first class mail. 

Section 1.646(c)(5) is redesignated as § 1.646(c)(6) and a 
new § 1.646(c)(5) is added which explains that a party may 
serve by Express Mail and that when service is effected by 
Express Mail, the date of service is considered to be the date 
of deposit with the U.S. Postal Service. 

Section 1.646(d) is revised by removing the quotation marks 
around “Express Mail.” 

Section 1.646(e) is revised to state that the due date for 
serving a paper is the same as the due date for filing the paper 
in the Patent and Trademark Office. 

One comment suggested amending § 1.646 to authorize ser- 
vice by next-business-day courier, with the date of service 
being the day the paper is given to the courier. The suggestion 
is not being adopted at this time, but will be considered in 
future rulemaking. In the interim, for the reasons given above, 
service by a next-business-day courier may be regarded as 
service by hand. 

Section 1.651(a)(2) is revised, as proposed, by removing 
“(testimony includes testimony to be taken abroad under § 
1.684)” in order to be consistent with the proposal to remove 
and reserve § 1.684 and by amending §§ 1.651(c)(2) and (c)(3) 
to be consistent with the amendment to the definition of “effec- 
tive filing date” in § 1.601(g). 

The Notice of Proposed Rulemaking further 
amending § 1.651(d) by changing “abroad under § 1.684” to “in 
a foreign country.” One comment noted that the term “foreign 
country” is unduly restrictive in that it does not include a foreign 
place that is not part of a “country” and suggested that the 
phrase “in a place outside the United States” be used instead. 
The suggestion is being adopted. 

Section 1.653(a) is revised as proposed in the Notice of 

Rulemaking. First, the references to certain para- 

—_ of § 1.672 are revised to reflect the redesignation of 

those paragraphs. Second, “of fact” in the clause “agreed state- 
ments of fact under § 1.672(f)” is removed, because 

statements under § 1.672(f), redesignated as § 1.672(h), can 

set forth either (1) how a particular witness would testify if 

called or (2) the facts in the case of one or more of the parties. 
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Third, “under § 1.684(c)” is removed in view of the removal 
of § 1.684. Fourth, § 1.653(a) is revised to indicate that in 
addition to the types of testimony already set forth therein, 
testimony includes copies of written interrogatories and answers 
and written requests for admissions and answers, which might 
be obtained where a motion for additional discovery under § 
1.687(c) is granted. 

One comment suggested deleting “transcripts of interrogato- 
ries, cross in atories, and recorded answers” on the ground 
that this language is from § 1.684, which is removed. The 
suggestion is not being adopted, since there may be occasions 
when such testimony would be appropriate and authorized by 
an administrative patent judge or the Board. 

Another comment suggested amending § 1.653 to provide 
that a party’s record can include copies of videotapes of deposi- 
tions and inter partes tests (in addition to the transcripts of the 
depositions), citing disparate treatment of this matter said to 
be occurring with different administrative patent judges. The 
suggestion, which is outside the scope of the present rule- 
making, is not being adopted. The matter of videotapes and 
— forms of proof will be considered in a future rulemaking 
effort. 

As proposed in the Notice of Proposed Rulemaking, § 
1.653(b) is revised to be consistent with the redesignation of 
certain paragraphs of § 1.672 and to remove the reference to 
§ 1.684(c), which is removed. Section 1.653(b) is also revised 
for clarity, while §§ 1.653(c)(1) and (4) are revised to make 
it clear that the only testimony to be included in a party’s 
record is testimony submitted on behalf of the party. Having 
copies of the same testimony appear in both parties’ records 
unnecessarily encumbers the records and is confusing in that 
a given page of testimony will have different page numbers in 
the different records, with the result that the briefs of the parties 
will refer to different record pages for the same testimony. 

One comment suggested that either § 1.653(b) or § 1.672(h) 
be revised to specify when an “an original agreed statement 
under § 1.672(h)” is to be filed, since the due date for filing 
such a statement is not provided in the current rules. The 
suggestion is outside the scope of the current rulemaking and 
is not being adopted. In the interim, parties should plan on 
filing an agreed statement as soon as practical after it is agreed 
to, but an administrative patent judge shall have discretion to 
accept the agreed statement at any reasonable time. 

Section 1.653(c)(5), which currently requires that the record 
filed by each party include each notice, official record and 
printed publication relied upon by the party and filed under § 
1.682(a), is removed and reserved, as proposed. The require- 
ment is because notices, official records and 
printed publications are in the nature of exhibits under § 
1.653(i), which are submitted with but not included in the 
record. The inclusion of exhibits in the record merely increases 
the size of the record without serving any useful purpose. 

As proposed in the Notice of Rulemaking, § 
1.653(g) is revised, and §§ 1.653(f) and (h) removed and 
reserved, to eliminate the current distinction between type- 
written and printed records. Specifically, § 1.653(g) is revised 
by changing “8 1/2 x 11 inches (21.8 by 27.9 cm.)” to “21.8 
by 27.9 cm. (8 1/2 x 11 inches)” in order to emphasize the 
metric dimension, by removing the requirement for justified 
margins, by requiring that the records be bound with covers 
at their left edges in such manner as to lie flat when open 
to any page and in one or more volumes of convenient size 
(approximately 100 pages per volume is suggested) and by 
requiring that when there is more than one volume, the numbers 
of the pages contained in each volume must appear at the top 
of the cover for each volume. Section 1.653(i) is revised, as 
proposed, to state that exhibits include documents and things 
identified in affidavits or on the record during the taking of 
oral depositions as well as official records and publications 
submitted pursuant to § 1.682(a). 

Section 1.654(a) is revised, as proposed, by changing “shall” 
in the second sentence to “may” for clarity and also to reduce 
the time for oral argument by a party from 60 minutes to 30 
minutes. Most hearings require no more than 30 minutes per 
side. A panel hearing oral argument retains discretion to grant 
more time at a hearing. 

The Notice of Proposed Rulemaking proposed amending § 
1.655(a) to state that the standard of review for interlocutory 
orders is “an abuse of discretion” rather than “erroneous or an 





1194 TMOG 388 
(120) 


abuse of discretion.” As explained in the Notice of Proposed 
Rulemaking, the recitation of a separate “error” standard is 
believed to be superfluous, because legal error is one of the 
alternative bases for finding an abuse of discretion. Specifically, 
an abuse of discretion may be found when (1) the decision of 
an administrative patent judge is clearly unreasonable, arbitrary 
or fanciful, (2) the decision is based on an erroneous conclusion 
of law, (3) the findings of the administrative patent judge are 
clearly erroneous, or (4) the record contains no evidence upon 
which the administrative patent judge rationally could have 
based the decision. Compare, e.g., Heat and Control, Inc. v. 
Hester Industries, Inc., 785 F.2d 1017, 1022, 228 USPQ 926, 
930 (Fed. Cir. 1986); Western Electric Co. v. Piezo Technology, 
Inc. v. Quigg, 860 F.2d 428, 430-31, 8 USPQ2d 1853, 1855 
(Fed. Cir. 1988); Abrutyn v. Giovanniello, 15 F.3d 1048, 1050- 
51, 29 USPQ2d 1615, 1617 (Fed. Cir. 1994), all of which 
define the phrase “abuse of discretion.” One comment stated 
that the rule, as proposed to be amended, in effect raises the 
standard of review because “abuse of discretion” includes “clear 
error” but not mere “error.” In view of the above-cited Federal 
Circuit decisions, it is believed that the statement in the com- 
ment is not correct. 

Ore comment suggested inserting a comma after “correct” 
in the penultimate sentence of § 1.655(a). The suggestion is 
being adopted. 

Section 1.655(b) is revised to clarify the language concerning 
matters that a party is not entitled to raise for consideration at 
final hearing. Specifically, § 1.655(b), as amended, provides 
that a party shall not be entitled to raise for consideration at 
final hearing any matter which properly could have been raised 
by a motion under § 1.633 or 1.634 unless (1) the matter was 
properly raised in a motion that was timely filed by the party 
under § 1.633 or 1.634 and the motion was denied or deferred 
to final hearing, (2) the matter was properly raised by the party 
in a timely filed opposition to a motion under § 1.633 or 1.634 
and the motion was granted over the opposition or deferred to 
final hearing, or (3) the party shows good cause why the issue 
was not properly raised by a timely filed motion or opposition. 
It was in the Notice of Proposed Rulemaking to amend 
§ 1.655(b) to state that “[a] change of attorneys during the 
interference generally does not constitute good cause.” For the 
reasons already given, it has been decided not to adopt the 
amendment to § 1.655(b). 

The Notice of Proposed Rulemaking also proposed to amend 
§ 1.655(b) to create a rebuttable presumption that all claims 
of a party that are designated as corresponding to a count are 
directed to the same patentable invention for the purpose of 
determining unpatentability in view of prior art. The Federal 
Circuit had interpreted the former rule to suggest that the pre- 
sumption applied only where a party’s claim corresponded 
exactly to a count and was anticipated by prior art. In re Van 
Geuns, 988 F.2d 1181, 1185, 26 USPQ2d 1057, 1060 (Fed. 
Cir. 1993). The proposed revised rule would have made it clear 
that the rebuttable presumption applies to all claims that are 
designated as corresponding to the count, regardless of whether 
the count is anticipated by (§ 102) or would have been obvious 
view of (§ 103) the prior art. Specifically, the Notice of Pro- 
posed Rulemaking proposed adding the following sentence: “A 
party who fails to contest, by way of a timely filed preliminary 
motion under § 1.633(c), the designation of a claim as corres- 
ponding to a count may not subsequently argue to an administra- 
tive patent judge or the Board the separate patentability or lack 
of separate patentability of claims designated to correspond to 
the count.” Comments were filed in opposition to the proposed 
amendment. One comment, for example, stated that the pro- 
posed amendment, as well as the ying commentary 
in the Notice of Proposed Rulemaking, 


falsely assumes that claims cannot be separately patentable 
merely because they have been designated as corresponding 
to the count, i.e., merely because the claims are patentably 
indistinct from each other. The falsity of this proposition is 
apparent from the practice of the Patent and Trademark 
Office of designating as corresponding to the count both the 
patentable and unpatentable claims of a party. 


Two different comparisons are relevant: a party’s claims 
with other claims of the party and the claims of a party with 
the prior art. The claims may be patentably indistinct from 
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each other and, thus, provide no basis for a motion under 
§ 1.633(c)(4), yet be separately patentable over the prior 
art. 


Accordingly, for example, a party should be able to 
respond to a motion for judgment on grounds of unpatent- 
ability over the prior art by arguing that some, but not neces- 
sarily all, of the designated claims are patentable over the 
prior art, even though the party had not previously moved 
to designate the separately patentable claims as not corres- 
ponding to the count. Indeed, it is entirely possible that no 
basis existed for making such a previous motion. The pro- 
posed amended rule, however, forecloses a party from 
responding to an attack on patentability of its claims by 
arguing that some, but not all, of the claims are patentable 
over the prior art. 


(Emphasis in original.) The comment included several illustra- 
tive examples, including the following example said to be from 
an actual interference: 


The count is directed to a broad generic class of com- 
pounds. While the compounds are useful herbicides, the 
count and corresponding claims are directed to compounds 
per se. The applications of both parties contain designated 
claims substantially corresponding to the count as well as 
claims directed to species falling within the count. 


The application of party A contains a designated claim 
directed specifically to a species with [sic; within] the genus 
that possesses ordinary activity for compounds of the claimed 
class; i.e., the species compound is not separately patentable 
over the genus. Thus, the claim to the species is not patentable 
over the count if the count were prior art and is properly 
designated as corresponding to the count. 


Party B, during the motion period, moves for judgment 
under § 1.633(a) on the basis of a reference that is not prior 
art against party B, only against party A. That reference 
discloses a single compound falling squarely within the genus 
of the count * * *, but that is significantly different structur- 
ally from the species claimed in A’s application. Further- 
more, the reference does not indicate that the disclosed 
compound has herbicidal properties and it is shown in opposi- 
tion to the motion for judgment that the compound, in fact, 
possesses virtually no herbicidal activity. 


Under this set of facts, the compound of the reference 
anticipates party A’s claim that corresponds * * * [exactly] 
to the count. Nevertheless, the reference has no significance 
with regard to the patentability of the species claim in party 
A’s application. 


In this particular case, the EIC [Examiner-in-Chief] had 
no difficulty in partially granting the motion for judgment 
against party A as to the generic claim, but denying the 
motion as to the species claim. The interference was con- 
tinued with the count unchanged (because the reference was 
not prior art as to party B), with party A ultimately prevailing 
on the issue of priority. Thus, neither party received a generic 
claim, but party A ultimately obtained a species claim that 
was patentably indistinct from the genus of the count. Pre- 
sumably under the new rules, party B would have retained 
all its claims while all of party A’s claims would be found 
unpatentable. 


This case clearly illustrates that a claim that is patentably 
indistinct from the count and from a claim corresponding * 
* * [exactly] to the count (i.e., a claim that cannot be desig- 
nated as not corresponding to the count), nevertheless can 
be patentable over prior art that renders unpatentable a claim 
corresponding precisely to the count. This case also illustrates 
that failure to file a motion to designate certain claims as 
not corresponding to the count cannot be taken as a conces- 
sion that all of the designated claims are unpatentable merely 
because the count (or a claim corresponding precisely to the 
count) is unpatentable over the prior art. Moreover, this 
situation is not an unusual one. It happens often in chemical 
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cases, particularly chemical cases dealing with biologically 
active compounds. 


Another comment questioned when a party that has failed 
to contest the designation of a claim as corresponding to a 
count would ever have occasion to later argue a lack of separate 
patentability. 

The above comments are well taken. Accordingly, the pro- 
posal to amend § 1.655(b) to preclude a party from arguing 
separate patentability or a lack of patentability of 
claims over prior art in the absence of a § 1.633(c) motion is 
hereby withdrawn. Instead, the rule is revised to read as follows: 
“A party that fails to contest, by way of a timely filed prelimi- 
nary motion under § 1.633(c), the designation of a claim as 
corresponding to a count, or fails to timely argue the separate 
patentability of a particular claim when the ground for unpat- 
entability is first raised, will not be permitted to later argue 
the separate patentability of that claim with respect to that 

.” Thus, a party that fails to timely argue the separate 
patentability of a particular claim when the ground for unpatent- 
ability is first raised will not be permitted to later argue the 
separate patentability of that claim with respect to that ground. 
As noted in the comment, often the first opportunity to address 
patentability is in an opposition to a preliminary motion for 
judgment under § 1.633(a). In addition, inasmuch as a party 
filing a motion under § 1.633(a) must separately address each 
claim alleged to be unpatentable, the opponent will be in a 
position to know how to prepare an opposition, whereas under 
the current rules preparation of an opposition separately 
addressing each claim is not clearly required by the rules. The 
basic idea is that an opponent should have a fair opportunity 
to address the patentability of any of the opponent’s claims 
when a patentability issue is first raised. Patentability can be 
raised, for example, by a preliminary motion under § 1.633(a) 
or sua sponte by an administrative patent judge. However, a 
party is not eniitled to wait until the 1 1th hour in an interference 
to belatedly raise for the first time an issue of separate patent- 
— of claims corresponding to a count. 

in the Notice of Proposed Rulemaking, § 
1 650) is revised by changing “To prevent manifest injustice” 


to “In the interest of justice” to be consistent with the language 
used in other interference rules. 


Section 1.656 is revised, as proposed, by redesignating para 
graphs (b)(1) through (b)(6) as paragraphs (b)(3)-through (by8), 
respectively, and ig new hs (b)(1) and (b)(2) 
requiring the brief to include (1) a statement of interest identi- 
pi he ee! party represented by the attorney in the interference 

real party in interest if the party named in the caption 

is vane ~~ real party in interest and (2) a statement of related 
cases indicating whether the interference was previously before 
the Board for final hearing and identifying any related 

or interference which is pending before, or which has been 
decided by, the Board, or which is pending before, or which 
has been decided by, the Court of Appeals for the Federal 
Circuit or a district court in a proceeding under 35 U.S.C. 146. 
A related appeal or interference is one which will directly affect 
or be directly affected by or have a bearing on the Board’s 
decision in the pending interference. Appeals are mentioned 
because there have been numerous situations where related 
issues have been present before the Board simultaneously or 
sequentially in an ex parte appeal and an interference and vice 
versa. It was also proposed to amend current paragraph (b)(3), 
redesignated as paragraph (b)(5), to specify that statements of 
fact preferably should be —— in numbered paragraphs. 
One comment suggested that numbered paragraphs be required. 
The suggestion is being adopted. 

As explained in the Notice of Proposed Rulemaking, § 
1 656(6)¢4), which is redesignated as § 1.656(b)(6), requires 
that the opening brief of the j junior party contain the contentions 
of the party with respect to the “issues to be decided,” which 
m4 — construed to include the matter of whether some of 

pee E say A s evidence of conception was inadmissible 
eee Suh v. Hoefle, 23 USPQ2d 1321, 1323 (Bd. Pat. App. & 
Int. 1991). As support, the Board in Suh relied on Fisher v. 
Bouzard, 3 USPQ2d 1677 (Bd. Pat. App. & Int. 1987), and 
Moller v. Harding, 214 USPQ 730 (Bd. Pat. Int. 1982). Both 
of these cases concern interferences declared under the “old” 
interference rules (i.e., § 1.201 et seq.), of which § 1.254 
specified that the opening brief of the junior party shall “present 
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a full, fair statement of the questions involved, including his 
position with respect to the priority evidence on behalf of other 
parties.” Current § 1.656(b)(4) does not expressly require, and 
was not intended to imply, that the opening brief of the junior 
party must address the evidence of any other party with respect 
to the issue of priority or any other issue. In order to clarify 
that the opening brief of a junior party need not address the 
evidence of the other parties, § 1.656(b)(6), as adopted, is 
revised to require only that the junior party’s opening brief 
contain the contentions of the party “with respect to the issues 
it is raising for consideration at final hearing.” These issues 
would include the junior party’s case-in-chief for priority with 
respect to an opponent or derivation by an opponent as well 
as matters raised in any denied or deferred motions of the junior 
party that are to be reviewed or considered at final hearing. 
Where the reply brief of the junior party is believed to include 
a new argument in response to the case-in-chief of the senior 
party as presented in the senior party’s opening brief, the senior 
party may move under § 1.635 for leave to file a reply to the 
junior party’s reply brief. The motion must be accompanied 
by a copy of the senior party’s reply. 

Section 1.656(d) is revised, as proposed, to state that unless 
ordered otherwise by an administrative patent judge, briefs 
shall be double-spaced (except for footnotes, which may be 
single-spaced) and shall comply with the requir-ments of § 
1.653(g) for records except the requirement for binding. As a 
result, the current distinctions between printed and typewritten 
briefs are eliminated. Recent briefs filed in interference cases 
have been fairly long, e.g., 150 pages. The parties should make 
every effort to file briefs which, to borrow the words in one 
section of the patent statute, 35 U.S.C. 112, are “full, clear, 
concise, and exact.” Consideration will be given in a future 
rulemaking effort as to whether it might be appropriate to 
require a party to submit both (1) findings of fact and conclu- 
sions of law and (2) a brief, wherein it might be presumed that 
the reader of the brief is familiar with the findings/ 
conclusions. So that members of the bar practicing before the 
Board in interference cases can be apprised of how briefs are 
used at the Board, the following comments are made. Briefs 
serve two purposes. First, briefs enable all three panel members 
to prepare for oral argument. During the time a member prepares 
for oral argument, often there is not time to become fully 
familiar with the record, particularly where the brief is being 
read at a location outside PTO, e.g., home. Second, when an 
opinion is authored by one panel member and reviewed by the 
other two panel members, the brief serves as a road map during 
the necessarily more thorough and more complete review of 
the record. Whereas there may not be time to “check” the 
record during the preparation phase before oral argument, there 
is time to “check” the record during the opinion writing and 
review period. An effective brief, with or without proposed 
findings/conclusions, is one which permits the members of the 
Board to accomplish both purposes mentioned above. 

In § 1.656, paragraphs (e), (g) and (h) are revised, as pro- 
posed, to require an original and four copies (currently an 
original and three copies are required) of each brief, any pro- 
posed findings of fact and conclusions of law, any motion 
under 37 CFR 1.635 to suppress evidence and any opposition 
to a motion to suppress evidence. 

The Notice of Proposed Rulemaking proposed amending the 
third sentence of § 1.656(g) to read as follows: “Any proposed 
findings of fact shall be in numbered and supported 
by specific references to the record.” One comment suggested 
that “and supported” be changed to “and shall be supported.” 
The suggestion is being adopted. 

Section 1.656(h) is revised, as proposed, to state that a party’s 
failure to challenge the admissibility of the evidence of an 
opponent on a ground that could have been raised in a timely 
objection under §§ 1.672(c), 1.682(c), 1.683(b) or 1.688(b) 
constitutes a waiver of the right to move under § 1.656(h) to 

suppress the evidence on that ground at final hearing. 

Section 1.656(i) currently provides that if a junior party fails 
to file an opening brief for final hearing, an order may be 
issued by the administrative patent judge requiring the junior 
party to show cause why the failure to file a brief should not 
be treated as a concession of priority, and further provides that 
judgment may be rendered against the junior party if the junior 
party “fails to ”’ within a time period set in the order. 
The expression “fails to respond” has been misinterpreted by 
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some junior parties as meaning that the mere filing of a response 
of any kind to the order to show cause should be sufficient to 
avoid the entry of judgment. Such an interpretation was not 
intended and, if adopted, would effectively nullify § 1.656(i). 
As proposed in the Notice of Proposed Rulemaking, “respond” 
is changed to “show good cause” to make it clear that a junior 
party’s failure to file a timely opening brief will not be excused 
unless good cause is shown to explain or justify the failure to 
file a brief. The language of the rule will then be consistent 
with the other interference rules concerning orders to show 
cause, e.g., §§ 1.640(c) and 1.652. 

Section 1.657 is revised, as proposed, to be consistent with 
the changes to the definition of “effective filing date” in § 
1.601(g). As revised, § 1.657 will also state that in an interfer- 
ence involving an application and a patent where the effective 
filing date of the application is after the date the patent issued, 
a junior party has the burden of establishing priority by clear 
and convincing evidence. In other interferences the junior party 
has the burden of establishing priority by a preponderance of 
the evidence. The amendment codifies the holding of Price v. 
Symsek, 988 F.2d 1187, 1190-91, 26 USPQ2d 1031, 1033 (Fed. 
Cir. 1993), as clarified by Bosies v. Benedict, 27 F.3d 539, 
541-42, 30 USPQ2d 1862, 1864 (Fed. Cir. 1994). 

Section 1.658(a) is revised, as proposed, to state that when 
the Board enters a decision awarding judgment as to all counts, 
the decision shall be regarded as a final decision for the purpose 
of judicial review (35 U.S.C. 141-44, 146) unless a request for 
reconsideration under paragraph (b) of this section is timely 
filed. 

Section 1.658(b) is revised, as proposed, by removing the 
phrases “[w]Jhere reasonably possible” and “such that delivery 
is accomplished” as unnecessary, so that the sentence as revised 
reads as follows: “Service of the request for reconsideration 
shall be by hand or Express Mail.” As proposed, a sentence is 
also added specifying that a decision on reconsideration is a 
final decision for the purpose of judicial review (35 U.S.C. 
141-44, 146). Section 1.658(b) is further revised, as proposed, 
by changing “reply to a request for reconsideration” to “opposi- 
tion to a request for reconsideration” in order to be consistent 
with the terminology employed in § 1.640(c), which concerns 


requests for reconsideration of decisions on preliminary 
motions. 

One comment suggested amending § 1.658(b) to permit ser- 
vice of requests for reconsideration by next-business-day com- 
mercial courier. The suggestion is not being adopted at this 
time, but will be the subject of a future rulemaking effort. In 
the interim, see the discussion above concerning the interpreta- 


tion to be given the phrase “service . . . by hand.” 

As proposed in the Notice of Proposed Rulemaking, § 1.660 
has been revised by adding a new paragraph (e) explaining 
that the failure of a party to comply with the notice provisions 
of § 1.660 may result in sanctions under § 1.616 and that 
knowledge by, or notice to, an employee of the Office other than 
an employee of the Board, of the existence of the reexamination, 
application for reissue, protest, or litigation shall not be suffi- 
cient. It was also proposed to provide that the notice contem- 
plated by this section is notice addressed specifically to an 
administrative patent judge or the Board. One comment sug- 
gested that rather than requiring the notice to be “addressed 
specifically to an administrative patent judge or the Board,” 
the rule require that it be “addressed to the administrative patent 
judge in charge of the interference in which the application or 
patent is involved.” The suggestion is being adopted. 

Section 1.662(a) is revised, as proposed, by changing “filing 
by an applicant or patentee” in the second sentence to “filing 
by a party” to make it clear that a request for adverse judgment, 
including a written disclaimer of the invention defined by a 
count, a concession of priority or unpatentability of the subject 
matter of a count, abandonment of the invention defined by a 
count and abandonment of the contest as to a count, can be 
signed by the party’s attorney or agent of record. For the same 
reason, in the third sentence of paragraph (a), which concerns 
abandonment of an involved application “by an applicant” is 
removed and “applicant” is revised to read “application.” 

In § 1.662(b), the first sentence is revised, as proposed, by 

ing “omits all claims of the patent corresponding to the 
counts of the interference for the purpose of avoiding the inter- 
ference” to read “does not include a claim that corresponds to 
a count” in order to make it clear that judgment may not be 
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entered where the reissue application includes any claim that 
corresponds to a count, including a new or amended claim that 
should be designated as corresponding to the count. Similarly, 
“reissue other than for the purpose of avoiding the interference” 
is changed to “reissue which includes a claim that corresponds 
to a count,” which means corresponds to the count or should 
be designated to correspond to the count. 

Section 1.674(a), which specifies before whom depositions 
may be taken, the reference to “United States or a territory or 
insular possession of the United States” is removed, as pro- 
posed, in order to make the paragraph applicable to depositions 
for testimony compelled in foreign countries. 

Section § 1.675(d), which concerns reading and signing of 
a transcript by the witness, is revised, as proposed, to take into 
account that the witness might refuse to read and/or sign the 
transcript of the deposition, in which case the circumstances 
under which the witness refused to sign must be noted on the 
certificate by the officer who prepared the certified transcript 
(§ 1.676(c)). One comment suggested that § 1.675 be revised 
to recognize the witness’s right to make corrections to the 
transcript prior to signing, as in Fed. R. Civ. P. 30(e), second 
sentence. The suggestion, which is outside the scope of the 
present rulemaking, is not being adopted. The substance of the 
suggestion will be considered in a future rulemaking effort. 

Section 1.676(a)(4) is revised, as proposed, by changing 

opposing party” to “opponent.” 

Section 1.677(a), which in its current form specifies the 
required form for transcripts of depositions, is revised, as pro- 
posed, to also apply to affidavits, by removing the reference 
to “typewritten” matter, changing “pica-type” to “11 point 
type,” and changing “8 1/2 x 11 inches (21.8 by 27.9 cm.)” to 
“21.8 by 27.9 cm. (8 1/2 x 11 inches).” For the reasons given 
above in the discussion of a “developing record,” § 1.677(b), 
which concerns numbering of exhibits submitted with affidavits 
and deposition transcripts, is revised to change “consecutively” 
to “consecutively to the extent possible.” 

In § 1.678, the section heading is changed, as proposed, from 
“Transcript of deposition must be filed” to “Time for filing 
transcript of deposition” for clarity. The text is revised by 
changing the time for filing the certified transcript from 45 
days to one month after the deposition. 

Section 1.679 is revised as proposed by changing “transcript” 
to “transcript of a deposition” for clarity and “for printing (§ 
1.653(g))” is removed as unnecessary. 

In § 1.682, paragraph (a) is revised, as in the 
“Miscellaneous Amendments” part of the Notice of Proposed 
Rulemaking in the following respects. First, “identified during 
the taking of testimony of a witness” is changed to “identified 
ia an affidavit or on the zecord during an oral deposition of a 
witness” for clarity. Second, § 1.682(a)(4) (“where appropriate, 
be accompanied by a certified copy of the official record or a 
copy of the printed publication (§ 1.671(d))”) is removed and 
reserved as superfluous in view of Rules 901 and 902 of the 
Federal Rules of Evidence, which apply to interference - 
ings (§ 1.671(b), and require authentication of evidence that is 
not self-authenticating. Third, the first word in each of para- 
graphs (a)(2), (a)(3) and (a)(4) is capitalized. 

Section 1.685(d) is revised, as proposed, for clarification. 

Section 1.687(c) is revised, as proposed, to refer to § 1.647 
concerning translations of documents in a foreign language. 

One comment stated that the lack of discovery available 
under § 1.687(c) has prevented some interferences from 
reaching the “correct” result. According to the comment, a 
different result might have been reached if the discovery avail- 
able under the Federal Rules of Civil Procedure had been 
allowed. The comment suggests that PTO consider authorizing 
discovery similar to the Fed. R. Civ. P. in interferences. The 
suggestion, which is outside the scope of the present rulem- 
aking, is not being 

In § 1.690(a), “37 CFR. Subpart E of Part 1” is revised to 
read “this subpart.” 


Other Considerations: These rules conform with the require- 
ments of the Regulatory Flexibility Act, 5 U.S.C. 601 er et seq., 
Executive Order 12866, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seg. The Office of Management and 
Budget has determined that these rule changes are not signifi- 
cant for the purposes of Executive Order 12866. 
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The Assistant Counsel for Legislation and Regulation of the 
Department of Commerce has certified to the Chief Counsel 
for Advocacy, Small Business Administration, that these rule 
changes will not have a significant economic impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 605(b)), because the changes clarify existing rules 
setting forth the procedures used in patent appeals and interfer- 
ences. 

PTO has determined that this notice has no Federalism impli- 
cations affecting the relationship between the National Govern- 
ment and the States as outlined in Executive Order 12612. 


These rule changes will not impose any additional burden ~ 


under the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 
et seq., since no record keeping or uirements within 


ig req 
the coverage of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions 
and Patents. 

For the reasons set out in the preamble, Part 1 of Title 37 
of the Code of Federal Regulations is amended as set forth 
below: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 is revised to read 
as follows: 


Authority: 35 U.S.C. 6 and 23, unless otherwise noted. 
2. Section 1.11(e) is revised to read as follows: 
§ 1.11 Files open to the public. 


see 


(e) The file of any interference involving a patent, a statutory 
invention registration, a reissue application, or an application 
on which a patent has been issued or which has been published 
as a statutory invention registration, is open to inspection by 
the public, and copies may be obtained upon paying the fee 
therefor, if: 

(1) The interference has terminated or 

(2) An award of priority or judgment has been entered as 
to all parties and all counts. 

3. In § 1.192, paragraphs (c)(1) through (c)(7) are redesig- 
nated as paragraphs (c)(3) through (c)(9); paragraphs (a), (c) 
introductory text, newly designated paragraph (c)(7), introduc- 
tory text of (c)(8), and ‘oN8)), and (d) are revised; and para- 
graphs (c)(1) and (c)(2) are added to read as follows: 


§ 1.192 Appellant’s brief. 


(a) Appellant shall, within 2 months from the date of the 
notice of appeal under § 1.191 or within the time allowed for 
response to the action appealed from, if such time is later, file 
a brief in triplicate. The brief must be accompanied by the 
requisite fee set forth in § 1.17(f) and must set forth the authori- 
ties and arguments on which appellant will rely to maintain 
the appeal. Any arguments or authorities not included in the 
brief will be refused consideration by the Board of Patent 
Appeals and Interferences, unless good cause is shown. 


(c) The brief shall contain the following items under appro- 
priate headings and in the order indicated below unless the 

brief is filed by an applicant who is not represented by a 
registered practitioner: 

(1) Real party in interest. A statement identifyin 
pens edeen do guy eamnd a Greapae © the brief 
is not the real party in interest. 

(2) Related appeals and interferences. A statement identi- 
egy ee ee a eee 
known to appellant, the appellant’s legal representative, or 
assignee which will directly affect or be directly affected by 
or have a bearing on the Board’s decision in the pending appeal. 
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(3) Status of claims. A statement of the status of all the 
claims, pending or canceled, and identifying the claims 
ied. 


(4) Status of amendments. A statement of the status of any 
amendment filed subsequent to final rejection. 

(5) Summary of invention. A concise explanation of the 
invention defined in the claims involved in the appeal, which 
shall refer to the specification by page and line number, and 
to the drawing, if any, by reference characters. 

(6) Issues. A concise statement of the issues presented for 
review. 

(7) Grouping of claims. For each ground of rejection which 
appellant contests and which applies to a group of two or more 
claims, the Board shall select a single claim from the group 
and shall decide the appeal as to the ground of rejection on 
the basis of that claim alone unless a statement is included that 
the claims of the group do not stand or fall together and, in 
the argument under paragraph (c)(8) of this section, appellant 
explains why the claims of the group are believed to be sepa- 
rately patentable. Merely pointing out differences in what the 
claims cover is not an argument as to why the claims are 
separately patentable. 

(8) Argument. The contentions of appellant with respect to 
each of the issues presented for review in paragraph (c)(6) 
of this section, and the basis therefor, with citations of the 
authorities, statutes, and parts of the record ~ sag on. Each 
issue should be treated under a separate headin 
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(v) For any rejection other than those referred to in paragraphs 
(c)(8)(i) to (iv) of this section, the argument shall specify the 
errors in the rejection and the specific limitations in the rejected 
claims, if appropriate, or other reasons, which cause the rejec- 
tion to be in error. 

(9) Appendix. An appendix containing a copy of the claims 
involved in the 

(d) If a brief is filed which does not comply with all the 
requirements of paragraph (c) of this section, appellant will be 
notified of the reasons for non-compliance and provided with 
a period of one month within which to file an amended brief. 
If appellant does not file an amended brief during the one-month 
period, or files an amended brief which does not overcome all 
the reasons for non-compliance stated in the notification, the 
appeal will stand dismissed. 


4. Section 1.601 is amended by revising paragraphs (f), (g), 
@., (k), (1), (m), (n), and (q) and adding new (r) 
and (s) to read as follows: 


§ 1.601 Scope of rules, definitions. 


(f) A count defines the interfering subject matter between 
two or more applications or between one or more applications 
and one or more patents. At the time the interference is initially 
declared, a count should be broad enough to encompass all of 
the claims that are patentable over the prior art and designated 
to correspond to the count. When there is more than one count, 
each count shall define a separate patentable invention. Any 
claim of an application or patent that is designated to correspond 
to a count is a claim involved in the interference within the 
meaning of 35 U.S.C. 135(a). A claim of a patent or application 
that is designated to correspond to a count and is identical to 
the count is said to correspond exactly to the count. A claim 
of a patent or application that is designated to correspond to 
a count but is not identical to the count is said to correspond 
substantially to the count. When a count is broader in scope 
than all claims which correspond to the count, the count is a 
phantom count. 

(g) The effective filing date of an application is the filing 
on of an earlier application, benefit of which is accorded to 
the application under 35 U.S.C. 119, 120, 121, or 365 or, if 
no benefit is accorded, the filing date of the application. The 
effective filing date of a patent is the filing date of an earlier 
application, benefit of which is accorded to the patent under 
35 U.S.C. 119, 120, 121, or 365 or, if no benefit is accorded, 
the filing date of the application which issued as the patent. 
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(j) An interference-in-fact exists when at least one claim of 
a party that is designated to correspond to a count and at least 
one claim of an opponent that is designated to correspond to 
the count define the same patentable invention. 

(k) A lead attorney or agent is a registered attorney or agent 
of record who is primarily responsible for prosecuting an inter- 
ference on behalf of a party and is the attorney or agent whom 
an administrative patent judge may contact to set times and 
take other action in the interference. 

(1) A party is an applicant or patentee involved in the interfer- 
ence or a legal representative or an assignee of record in the 
Patent and Trademark Office of an » drone or patentee 
involved in an interference. Where acts of a party are normally 
performed by an attorney or agent, “party” may be construed 
to mean the attorney or agent. An inventor is the individual 
named as inventor in an application involved in an interference 
or the individual named as inventor in a patent involved in an 
interference. 

(m) A senior party is the party with the earliest effective 
filing date as to all counts or, if there is no party with the 
earliest effective filing date as to all counts, the party with the 
earliest filing date. A junior party is any other party. 

(n) Invention “A” is the same patentable invention as an 
invention “B” when invention “A” is the same as (35 U.S.C. 
102) or is obvious (35 U.S.C. 103) in view of invention “B” 
assuming invention “B” is prior art with respect to invention 
“A”. Invention “A” is a separate patentable invention with 
respect to invention “B” when invention “A” is new (35 U.S.C. 
102) and non-obvious (35 U.S.C. 103) in view of invention 
“B” assuming invention “B” is prior art with respect to invention 
os 
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(q) A final decision is a decision awarding judgment as to 
all counts. An interlocutory order is any other action taken by 
an administrative patent judge or the Board in an interference, 
including the notice declaring an interference. 

(rt) NAFTA country means NAFTA country as defined in 
section 2(4) of the North American Free Trade Agreement 


Implementation Act, Pub. L. 103-182, 107 Stat. 2060 (19 U.S.C. 
3301). 
(s) WTO member country means WTO member country as 


defined in section 2(10) of the Uruguay Round Agreements 
Act, Pub. L. 103-465, 108 Stat. 4813 (19 U.S.C. 3501). 


5. Section 1.602 is amended by revising paragraph (c) to 
read as follows: 


§ 1.602 Interest in applications and patents involved in an 
interference. 


(c) If a change of any right, title, and interest in any applica- 
tion or patent involved or relied upon in the interference occurs 
after notice is given declaring the interference and before the 
time expires for seeking judicial review of a final decision of 
the Board, the parties shall notify the Board of the change 
within 20 days after the change. 


6. Section 1.603 is revised to read as follows: 


§ 1.603 Interference between applications; subject matter 
of the interference. 


Before an interference is declared between two or more 
applications, the examiner must be of the opinion that there is 
interfering subject matter claimed in the applications which 
is patentable to each applicant subject to a judgment in the 
interference. The interfering subject matter shall be defined 
by one or more counts. Each application must contain, or be 
amended to contain, at least one claim that is patentable over 
the prior art and corresponds to each count. All claims in the 
applications which define the same patentable invention as a 
count shall be designated to correspond to the count. 
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7. Section 1.604(a)(1) is revised to read as follows: 


§ 1.604 Request for interference between applications by 
an applicant. 


(a) * * * 


(1) Suggesting a proposed count and presenting at least one 
claim corresponding to the proposed count or identifying at 
least one claim in its application that corresponds to the pro- 


posed count, 


8. Section 1.605(a) is revised to read as follows: 
§ 1.605 Suggestion of claim to applicant by examiner. 


(a) If no claim in an application is drawn to the same patent- 
able invention claimed in another application or patent, the 
examiner may suggest that an applicant present a claim drawn 
to an invention claimed in another application or patent for the 
purpose of an interference with another application or a patent. 
The applicant to whom the claim is suggested shall amend the 
application by presenting the suggested claim within a time 
specified by the examiner, not less than one month. Failure or 
refusal of an applicant to timely present the suggested claim 
shall be taken without further action as a disclaimer by the 
applicant of the invention defined by the suggested claim. At 
the time the suggested claim is presented, the applicant may 
also call the examiner’s attention to other claims already in 
the application or presented with the suggested claim and 
explain why the other claims would be more appropriate to be 
designated to correspond to a count in any interference which 
may be declared. 
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9. Section 1.606 is revised to read as follows: 


§ 1.606 Interference between an application and a patent; 
subject matter of the interference. 


Before an interference is declared between an application 
and an unexpired patent, an examiner must determine that there 
is interfering subject matter claimed in the application and the 
patent which is patentable to the applicant subject to a judgment 
in the interference. The interfering subject matter will be 
defined by one or more counts. The application must contain, 
or be amended to contain, at least one claim that is patentable 
over the prior art and corresponds to each count. The claim in 
the application need not be, and most often will not be, identical 
to a claim in the patent. All claims in the application and patent 
which define the same patentable invention as a count shall be 
designated to correspond to the count. At the time an interfer- 
ence is initially declared (§ 1.611), a count shall not be narrower 
in scope than any application claim that is patentable over the 
prior art and designated to correspond to the count or any patent 
claim designated to correspond to the count. Any single patent 
claim designated to correspond to the count will be presumed, 
subject to a motion under § 1.633(c), not to contain separate 
patentable inventions. 


10. Section 1.607 is amended by revising paragraph (a)(4) 
and adding a new paragraph (a)(6) to read as follows: 


§ 1.607 Request by applicant for interference with patent. 


(a) ** * 

(4) Presenting at least one claim corresponding to the pro- 
posed count or identifying at least one claim already pending 
in its application that corresponds to the proposed count, and, 
if any claim of the patent or application identified as corres- 
ponding to the proposed count does not correspond exactly to 
the proposed count, explaining why each such claim corres- 
ponds to the proposed count, and 
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(6) Explaining how the requirements of 35 U.S.C. 135(b) 
are met, if the claim presented or identified under paragraph 
(a)(4) of this section was not present in the application until 
more than one year after the issue date of the patent. 


11. Section 1.608 is revised to read as follows: 


§ 1.608 Interference between an application and a patent; 
prima facie showing by applicant. 


(a) When the effective filing date of an application is three 
months or less after the effective filing date of a patent, before 
an interference will be declared, either the applicant or the 
applicant’s attorney or agent of record shall file a statement 
alleging that there is a basis upon which the applicant is entitled 
to a judgment relative to the patentee. 

(b) When the effective filing date of an application is more 
than three months after the effective filing date of a patent, the 
applicant, before an interference will be dec 
evidence which may consist of patents or printed publications, 
other documents, and one or more affidavits which demonstrate 
that applicant is prima facie entitled to a judgment relative to 
the patentee and an explanation stating with particularity the 
basis upon which the applicant is prima facie entitled to the 
judgment. Where the basis upon which an applicant is entitled 
to judgment relative to a patentee is priority of invention, the 
evidence shall include affidavits by the applicant, if possible, 
and one or more corroborating witnesses, supported by docu- 
mentary evidence, if available, each setting out a factual 
description of acts and circumstances performed or observed 
by the affiant, which collectively would prima facie entitle the 
applicant to judgment on priority with respect to the effective 
filing date of the patent. To facilitate preparation of a record 
(§ 1.653(g)) for final hearing, an applicant should file affidavits 
on paper which is 21.8 by 27.9 cm. (8 1/2 x 11 inches). The 
significance of any printed publication or other document which 
is self-autherticating within the meaning of Rule 902 of the 
Federal Rules of Evidence or § 1.671(d) and any patent shall 
be discussed in an affidavit or the explanation. Any printed 
publication or other document which is not self-authenticating 
shall be authenticated and discussed with particularity in an 
affidavit. Upon a showing of good cause, an affidavit may 
be based on information and belief. If an examiner finds an 
application to be in condition for declaration of an interference, 
the examiner will consider the evidence and explanation only 
to the extent of determining whether a basis upon which the 
application would be entitled to a judgment relative to the 
patentee is alleged and, if a basis is alleged, an interference 
may be declared. 


12. Section 1.609 is amended by revising paragraphs (b)(1), 
(b)(2) and (b)(3) to read as follows: 


§ 1.609 Preparation of interference papers by examiner. 
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) ** * 

(1) The proposed count or counts and, if there is more than 
one count explaining why the counts define different 
patentable inventions; 

(2) The claims of any application or patent which correspond 
to each count, explaining why each claim designated as corres- 
ponding to a count is directed to the same patentable invention 
as the count; 

(3) The claims in any application or patent which do not 
correspond to each count and explaining why each claim desig- 
nated as not corresponding to any count is not directed to the 
same patentable invention as any count; and 


eeee8 


‘13. Section 1.610 is revised to read as follows: 


1.610 Assignment of interference to administrative patent 
ian time period for completing interference. a 
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(a) Each interference will be declared by an administrative 
patent judge who may enter all interlocutory orders in the 
interference, except that only the Board shall hear oral argument 
at final hearing, enter a decision under §§ 1.617, 1 640(e), 1 652, 
1.656(i) or 1. 58, or enter any other order which terminates the 
interference. 

(b) As necessary, another administrative patent judge may 
act in place of the one who declared the interference. At the 
discretion of the administrative patent judge assigned to the 
interference, a panel consisting of two or more members of 
the Board may enter interlocutory orders. 

(c) Unless otherwise provided in this subpart, times for taking 
action by a party in the interference will be set on a case-by- 
case basis by the administrative patent judge assigned to the 
interference. Times for taking action shall be set and the admin- 
istrative patent judge shall exercise control over the interference 
such that the pendency of the interference before the Board 
does not normally exceed two years. 

(d) An administrative patent —- may hold a conference 
with the parties to consider simplification of any issues, the 
necessity or desirability of amendments to counts, the possi- 
bility of obtaining admissions of fact and genuineness of docu- 
ments which will avoid unnecessary proof, any limitations on 
the number of expert witnesses, the time and place for con- 
ducting a deposition (§ 1.673(g)), and any other matter as may 
aid in the disposition of the interference. After a conference, 
= administrative patent judge may enter any order which may 


be appropriate. 

(e) The administrative patent judge may determine a proper 
course of conduct in an interference for any situation not specifi- 
cally covered by this part. 


14. Section 1.611 is amended by redesignating paragraph 
(c)(8) as paragraph (c)(9); adding a new paragraph (c)(8); and 
revising paragraphs (b), (c)(6), (0). and (d) to read as follows: 


§ 1.611 Declaration of interference. 


(b) When a notice of declaration is returned to the Patent 
and Trademark Office undelivered, or in any other circumstance 
where appropriate, an administrative patent judge may send a 
copy of the notice to a patentee named in a patent involved in 
an interference or the patentee’s assignee of record in the Patent 
and Trademark Office or order publication of an appropriate 
notice in the Official Gazette. 

(c) * * * 

(6) The count or counts and, if there is more than one count, 
the examiner’s explanation why the counts define different 
patentable inventions; 

(7) The claim or claims of any application or any patent 
which correspond to each count; 

(8) The examiner’s explanation as to why each claim desig- 
nated as corresponding to a count is directed to the same patent- 
able invention as the count and why each claim designated as 
not corresponding to any count is not directed to the same 
patentable invention as any count; and 
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(d) The notice of declaration may also specify the time for: 

(1) Filing a preliminary statement as provided in § 1.621(a); 

(2) Serving notice that a preliminary statement has been filed 
as provided in § 1.621(b); and 

(3) Filing preliminary motions authorized by § 1.633. 


esee88 


15. Section 1.612 is amended by revising paragraph (a) to 
read as follows: 


§ 1.612 Access to applications. 


(a) After an interference is declared, each party shall have 
access to and may obtain copies of the files of any application 
set out in the notice declaring the interference, except for affida- 
vits filed under § 1.131 and any evidence and explanation under 
§ 1.608 filed separate from an amendment. A party seeking 
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access to any abandoned or pending application referred to in 
the opponent’s involved application or access to any pending 
application referred to in the ment’s patent must file a 
motion under § 1.635. See § 1.11(e) concerning public access 
to interference files. 
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16. Section 1.613 is amended by revising paragraphs (c) and 
(d) to read as follows: 


§ 1.613 Lead attorney, same attorney representing different 
parties in an interference, withdrawal of attorney or agent. 
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(c) An administrative patent judge may make necessary 
inquiry to determine whether an attorney or agent should be 
disqualified from representing a party in an interference. If an 
administrative patent judge is of the opinion that an attorney 
or agent should be disqualified, the administrative patent judge 
shall refer the matter to the Commissioner. The Commissioner 
will make a final decision as to whether any attorney or agent 
should be disqualified. 

(d) No attorney or agent of record in an interference may 
withdraw as attorney or agent of record except with the approval 
of an administrative patent judge and after reasonable notice 
to the party on whose behalf the attorney or agent has appeared. 
A request to withdraw as attorney or agent of record in an 
interference shall be made by motion (§ 1.635). 


17. Section 1.614 is amended by revising paragraphs (a) and 
(c) to read as follows: 


§ 1.614 Jurisdiction over interference. 


(a) The Board acquires jurisdiction over an interference when 
the interference is declared under § 1.611. 
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(c) The examiner shall have jurisdiction over any pending 
application until the interference is declared. An administrative 
patent judge may for a limited purpose restore jurisdiction to 
the examiner over any application involved in the interference. 


18. Section 1.615 is revised to read as follows: 
§ 1.615 Suspension of ex parte prosecution. 


(a) When an interference is declared, ex parte prosecution 
of an application involved in the interference is suspended. 
Amendments and other papers related to the application 
received during pendency of the interference will not be entered 
or considered in the interference without the consent of an 
administrative patent judge. 

(b) Ex parte prosecution as to specified matters may be 
continued concurrently with the interference with the consent 
of the administrative patent judge. 


19. Section 1.616 is revised to read as follows: 


§ 1.616 Sanctions for failure to comply with rules or order 
or for taking and maintaining a frivolous position. 


(a) An administrative patent judge or the Board may impose 
an appropriate sanction against a party who fails to comply 
with the regulations of this part or any order entered by an 
administrative patent judge or the Board. An appropriate sanc- 
tion may include among others entry of an order: 

(1) Holding certain facts to have been established in the 
interference; 

(2) Precluding a party from filing a paper; 

(3) Precluding a party from presenting or contesting a partic- 
ular issue; 

(4) Precluding a party from requesting, obtaining, or 
opposing discovery; 

(5) Awarding compensatory expenses and/or compensatory 
attorney fees; or 
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(6) Granting judgment in the interference. 

(b) An administrative patent judge or the Board may impose 
a sanction, including a sanction in the form of compensatory 
expenses and/or compensatory attorney fees, against a party 
for taking and maintaining a frivolous position in papers filed 
in the interference. 

(c) To the extent that an administrative patent judge or the 
Board has authorized a party to compel the taking of testimony 
or the production of documents or things from an individual 
or entity located in a NAFTA country or a WTO member 
country concerning knowledge, use, or other activity relevant 
to proving or disproving a date of invention (§ 1.671(h)), but 
the testimony, documents or things have not been produced 
for use in the interference to the same extent as such information 
could be made available in the United States, the administrative 
patent judge or the Board shall draw such adverse inferences 
as may be appropriate under the circumstances, or take such 
other action permitted by statute, rule, or regulation, in favor 
of the party that requested the information in the interference, 
including imposition of appropriate sanctions under paragraph 
(a) of this section. 

(d) A party may file a motion (§ 1.635) for entry of an order 
imposing sanctions, the drawing of adverse inferences or other 
action under paragraph (a), (b) or (c) of this section. Where 
an administrative patent judge or the Board on its own initiative 
determines that a sanction, adverse inference or other action 
against a party may be appropriate under paragraph (a), (b) or 
(c) of this section, the administrative patent judge or the Board 
shall enter an order for the party to show cause why the sanction, 
adverse inference or other action is not appropriate. The Board 
shall take action in accordance with the order unless, within 
20 days after the date of the order, the party files a paper which 
shows good cause why the sanction, adverse inference or other 
action would not be appropriate. 


20. Section 1.617 is amended by revising paragraphs (a), 
(b), (d), (e), (g) and (h) to read as follows: 


§ 1.617 Summary judgment against applicant. 


(a) An administrative patent judge shall review any evidence 
filed by an applicant under § 1.608(b) to determine if the 
applicant is prima facie entitled to a judgment relative to the 
patentee. If the administrative patent judge determines that 
the evidence shows the applicant is prima facie entitled to a 
judgment relative to the patentee, the interference shall proceed 
in the normal manner under the regulations of this part. If in 
the opinion of the administrative patent judge the evidence 
fails to show that the applicant is prima facie entitled to a 
judgment relative to the patentee, the administrative patent 
judge shall, concurrently with the notice declaring the interfer- 
ence, enter an order stating the reasons for the opinion and 
directing the applicant, within a time set in the order, to show 
cause why summary judgment should not be entered against 
the applicant. 

(b) The applicant may file a response to the order, which may 
include an appropriate preliminary motion under § 1.633(c), (f) 
or (g), and state any reasons why summary judgment should 
not be entered. Any request by the applicant for a hearing 
before the Board shall be made in the response. Additional 
evidence shall not be presented by the applicant or considered 
by the Board unless the applicant shows good cause why any 
additional evidence was not initially presented with the evi- 
dence filed under § 1.608(b). At the time an applicant files a 
response, the applicant shall serve a copy of any evidence filed 
under § 1.608(b) and this paragraph. 
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(d) If a response is timely filed by the applicant, all opponents 
may file a statement and may oppose any preliminary motion 
filed under § 1.633(c), (f) or (g) by the malic within a time 
set by the administrative patent judge. The statement may set 
forth views as to why summary judgment should be granted 
against the applicant, but the statement shall be limited to 
discussing why all the evidence presented by the applicant does 
not overcome the reasons given by the administrative patent 

judge for issuing the order to show cause. Except as required 
to oppose a motion under § 1.633(c), (f) or (g) by the applicant, 
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evidence shall not be filed by any opponent. An opponent may 
not request a hearing. 

(e) Within a time authorized by the administrative patent 
judge, an applicant may file a reply to any statement or opposi- 
tion filed by any opponent. 
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(g) If a response by the applicant is timely filed, the adminis- 
trative patent judge or the Board shall decide whether the 
evidence submitted under § 1.608(b) and any additional evi- 
dence properly submitted under paragraphs (b) and (e) of this 
section shows that the applicant is prima facie entitled to a 
judgment relative to the patentee. If the applicant is not prima 
facie entitled to a judgment relative to the patentee, the Board 
shall enter a final decision granting summary judgment against 
the applicant. Otherwise, an interlocutory order shall be entered 
authorizing the interference to proceed in the normal manner 
under the regulations of this subpart. 

(h) Only an applicant who filed evidence under § 1.608(b) 
may request a hearing. If that applicant requests a hearing, the 
Board may hold a hearing prior to entry of a decision under 
paragraph (g) of this section. The administrative patent judge 
shall set a date and time for the hearing. Unless otherwise 
ordered by the administrative patent judge or the Board, the 
applicant and any opponent will each be entitled to no more 
than 30 minutes of oral argument at the hearing. 


21. Section 1.618 is amended by revising paragraph (a) to 
read as follows: 


§ 1.618 Return of unauthorized papers. 


(a) An administrative patent judge or the Board shall return 
to a party any paper presented by the party when the filing of 
the paper is not authorized by, or is not in compliance with 
the requirements of, this subpart. Any paper returned will not 
thereafter be considered in the interference. A party may be 
permitted to file a corrected paper under such conditions as 
may be deemed appropriate by an administrative patent judge 
or the Board. 


22. Section 1.621 is amended by revising paragraph (b) to 
read as follows: 


§ 1.621 Preliminary statement, time for filing, notice of 
filing. 
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(b) When a party files a preliminary statement, the party 
shall also simultaneously file and serve on all opponents in the 
interference a notice stating that a preliminary statement has 
been filed. A copy of the preliminary statement need not be 
served until ordered by the administrative patent judge. 


23. Section 1.622 is amended by revising paragraph (b) to 
read as follows: 


§ 1.622 Preliminary statement, who made invention, where 
invention made. 


eee 


(b) The preliminary statement shall state whether the inven- 
tion was made in the United States, a NAFTA country (and, 
if so, which NAFTA country), a WTO member country (and 
if so, which WTO member country), or in a place other than the 
United States, a NAFTA country, ora WTO member country. If 
made in a place other than the United States, a NAFTA country, 
or a WTO member country, the preliminary statement shall 
state whether the party is entitled to the benefit of 35 U.S.C. 


104(a)(2). 


24. Section 1.623 is amended by revising the section heading 
and paragraph (a) introductory text to read as follows: 
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§ 1.623 Preliminary statement; invention made in United 
States, a NAFTA country, or a WTO member country. 


(a) When the invention was made in the United States, a 
NAFTA country, or a WTO member country, or a pafty is 
entitled to the benefit of 35 U.S.C. 104(a)(2), the preliminary 
statement must state the following facts as to the invention 
defined by each count: 


see 


25. Section 1.624 is amended by revising the section heading 
and paragraphs (a) and (c) to read as follows: 


§ 1.624 statement; invention made in a place 
other than the United States, a NAFTA country, or a WTO 
member country. 


(a) When the invention was made in a place other than the 
United States, a NAFTA country, or a WTO member country 
and a party intends to rely on introduction of the invention 
into the United States, a NAFTA country, or a WTO member 
country, the preliminary statement must state the following 
facts as to the invention defined by each count: 

(1) The date on which a drawing of the invention was first 
introduced into the United States, a NAFTA country, ora WTO 
member country. 

(2) The date on which a written description of the invention 
was first introduced into the United States, a NAFTA country, 
or a WTO member country. 

(3) The date on which the invention was first disclosed to 
another person in the United States, a NAFTA country, or a 
WTO member country. 

(4) The date on which the inventor’s conception of the inven- 
tion was first introduced into the United States, a NAFTA 
country, or a WTO member country. 

(5) The date on which an actual reduction to practice of the 
invention was first introduced into the United States, a NAFTA 
country, or a WTO member country. If an actual reduction to 
practice of the invention was not introduced into the United 
States, a NAFTA country, or a WTO member country, the 
preliminary amendment shall so state. 

(6) The date after introduction of the inventor’s conception 
into the United States, a NAFTA country, or a WTO member 
country when active exercise of reasonable diligence in the 
United States, a NAFTA country, or a WTO member country 
toward reducing the invention to practice began. 
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(c) When a party alleges under paragraph (a)(1) of this section 
that a drawing was introduced into the United States, a NAFTA 
country, or a WTO member country, a copy of that drawing 
shall be filed with and identified in the preliminary statement. 
When a party alleges under paragraph (a)(2) of this section 
that a written description of the invention was introduced into 
the United States, a NAFTA country, or a WTO member 
country, a copy of that written description shall be filed with 
and identified in the preliminary statement. See § 1.628(b) 
when a copy of the first drawing or first written description 
introduced in the United States, a NAFTA country, or a WTO 
member country cannot be filed with the preliminary statement. 


26. Section 1.625 is amended by revising paragraph (a) intro- 
ductory text to read as follows: 


§ 1.625 Preliminary statement; derivation by an opponent. 


(a) When a party intends to prove derivation by an opponent 
from the party, the preliminary statement must state the fol- 
lowing as to the invention defined by each count: 


eee . 
27. Section 1.626 is revised to read as follows: 
§ 1.626 Preliminary statement; earlier application. 
When a party does not intend to present evidence to prove 


a conception or an actual reduction to practice and the party 
intends to rely solely on the filing date of an earlier filed 
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application to prove a constructive reduction to practice, the 
preliminary statement may so state and identify the earlier filed 


application with particularity. 
28. Section 1.627(b) is revised to read as follows: 


§ 1.627 Preliminary statement; sealing before filing, opening 
of statement. 
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(b) A preliminary statement may be opened only at the 
direction of an administrative patent judge. 


29. Section 1.628 is revised to read as follows: 
§ 1.628 Preliminary statement; correction of error. 


(a) A material error arising through inadvertence or mistake 
in connection with a preliminary statement or drawings or a 
written description submitted therewith or omitted therefrom 
may be corrected by a motion (§ 1.635) for leave to file a 
corrected statement. The motion shall be supported by an affi- 
davit stating the date the error was first discovered, shall be 
accompanied by the corrected statement and shall be filed as 
soon as practical after discovery of the error. If filed on or 
after the date set by the administrative patent judge for service 
of preliminary statements, the motion shall also show that 
correction of the error is essential to the interest of justice. 

ny a ene ae 
description to the liminary statement as required by 
§ 1.623(c), § 1.624(c) org 1.625(c), the party shall show woke 
cause and explain in the preliminary statement why a copy of 
the drawing or written description cannot be attached to the 

preliminary statement and shall attach to the preliminary state- 
soaat the eodliett Giving 4x waltah Getaiion abide ie ox 
introduced into the United States, a NAFTA country, or a WTO 
member country which is available. The party shall file a motion 
(§ 1.635) to amend its preliminary statement promptly after 
the first drawing, first written description, or drawing or written 
description first introduced into the United States, a NAFTA 
country, ora WTO member country becomes available. A copy 
of the drawing or written description may be obtained, where 
appropriate, by a motion (§ 1.635) for additional discovery 
under § 1.687 or during a testimony period. 


30. Section 1.629 is amended by revising paragraphs (a), 
(c)(1) and (d) to read as follows: 


§ 1.629 Effect of preliminary statement. 


(a) A party shall be strictly held to any date alleged in the 
preliminary statement. Doubts as to definiteness or sufficiency 
of any allegation in a preliminary statement or compliance with 
formal requirements will be resolved against the party filing 
the statement by restricting the party to its effective filing date 
or to the latest date of a period alleged in the preliminary 
statement, as may be appropriate. A party may not correct a 
preliminary statement except as provided by § 1.628. 


ess 


(1) Shall be restricted to the party’s effective filing date and 
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(d) If a party files a preliminary statement which contains 
an allegation of a date of first drawing or first written description 
and the party does not file a copy «f the first drawing or written 
description with the prelimi statement as required by § 
1.623(c), § 1.624(c), or § 1.625(c), the party will be restricted 
to the party’s effective filing date as to that allegation unless 
the party complies with § 1.628(b). The content of any drawing 
or written submitted with a preliminary statement 
will not normally be evaluated or considered by the Board. 
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31. Section 1.630 is revised to read as follows: 
§ 1.630 Reliance on earlier application. 


A party shall not be entitled to rely on the filing date of an 
earlier filed application unless the earlier application is identi- 
a (§ 1.611(c)(5)) in the notice declaring the interference or 

the party files a preliminary motion under § 1.633 seeking the 
benefit of the filing date of the earlier application. 


32. Section 1.631(a) is revised to read as follows: 


§ 1.631 Access to preliminary statement, service of prelimi- 
nary statement. 


(a) Unless otherwise ordered by an administrative patent 
judge, concurrently with entry of a decision on pre 
motions filed under § 1.633 any preliminary statement filed 
under § 1.621(a) shall be opened to inspection by the senior 
party and any junior party who filed a preliminary statement. 
Within a time set by the administrative patent judge, a party 
shall serve a copy of its preliminary statement on each opponent 
who served a notice under § 1.621(b). 


see 


33. Section 1.632 is revised to read as follows: 


§ 1.632 Notice of intent to argue abandonment, suppression 
or concealment by opponent. 


A notice shall be filed by a party who intends to argue that 
an opponent has abandoned, suppressed, or concealed an actual 
reduction to practice (35 U.S.C. 102(g)). A party will not be 
permitted to argue abandonment, suppression, or concealment 
by an opponent unless the notice is timely filed. Unless author- 
ized otherwise by an administrative patent judge, a notice is 
timely when filed within ten (10) days after the close of the 
testimony-in-chief of the opponent. 


34. Section 1.633 is amended by revising paragraphs (a), 
(b), (f), (g) and (i) to read as follows: 


§ 1.633 Preliminary motions. 
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(a) A motion for judgment against an opponent’s claim desig- 
nated to correspond to a count on the ground that the claim is 
not patentable to the opponent. The motion shall separately 
address each claim alleged to be unpatentable. In deciding an 
issue raised in a motion filed under this paragraph (a), a claim 
will be construed in light of the specification of the application 
or patent in which it appears. A motion under this paragraph 
shall not be based on: 

(1) Priority of invention by the moving party as against any 


opponent or 

(2) Derivation of the invention by an opponent from the 
moving party. See § 1.637(a). 

(b) A motion for judgment on the ground that there is no 
interference-in-fact. A motion under this paragraph is proper 
only if the interference involves a design application or patent 
or a plant application or patent or no claim of a party which 

to a count is identical to any claim of an opponent 
which corresponds to that count. See § 1.637(a). When claims 
of different parties are presented in “means plus function” 
format, it may be possible for the claims of the different parties 
not to define the same patentable invention even though the 
claims contain the same literal wording. 


(f) A motion to be accorded the benefit of the filing date of 
an earlier filed application. See § 1.637 (a) and (f). 

(g) A motion to attack the benefit accorded an opponent in 
the notice declaring the interference of the filing date of an 
earlier filed application. See § 1.637 (a) and (g). 


see2e8 
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(i) When a motion is filed under paragraph (a), . or (g) 
of this section, an opponent, in addition to opposing the motion, 
may file a motion to redefine the interfering subject matter 

(c) of this section, a motion to substitute a 
different application under paragraph (d) of this section, or a 
motion to add a reissue application to the interference under 
paragraph (h) of this section. 


35. Section 1.636 is revised to read as follows: 


§ 1.636 Motions, time for filing. 


(aA preliminary motion under § 1.633 (a) through (h) shall 
po nog within a time period set by an administrative patent 

ge 

(b) A preliminary motion under § 1.633 (i) or (j) shall be 
filed within 20 days of the service of the preliminary motion 
under § 1 .633 (a), yy, (c)(1), or (g) unless otherwise ordered 
by an strative patent judge. 
(c) A motion under § 1.634 shall be diligently filed after an 
error is discovered in the inventorship of an application or 
patent involved in an interference unless otherwise ordered by 
an administrative patent judge. 

(d) A motion under § 1.635 shall be filed as specified in 
this subpart or when appropriate unless otherwise ordered by 
an administrative patent judge. 


36. Section 1.637 is amended by revising paragraphs (a), (b), 
(c)(1(v), (C)(1)(vi), (C2), (C)(2)GGii),_ (C3), (C4), 
(d) introductory text, (€)(1)(viii), (e)(2)(vii), (f)(2), and aX’); 
removing paragraphs (c)(2)(iv), (c)(3)(iii), and (d)(4); and 
“a wheats my? (c)(1)(vii), (e)(1)(ix), and (e)(2)(viii) to read 
as follows: 


§ 1.637 Content of motions. 


(a) A party filing a motion has the burden of proof to show 
that it is entitled to the relief sought in the motion. Each motion 
shall include a statement of the precise relief requested, a 
statement of the material facts in support of the motion, in 
numbered paragraphs, and a full statement of the reasons why 
the relief requested should be granted. If a party files a motion 
for judgment under § 1.633(a) against an opponent based on 
the ground of unpatentability over prior art, and the dates of 
the cited prior art are such that the prior art appears to be 
applicable to the party, it will be presumed, without regard to 
the dates alleged in the preliminary statement of the party, that 
the cited prior art is applicable to the party unless there is 
included with the motion an explanation, and evidence if appro- 
priate, as to why the prior art does not apply to the party. 

(b) Unless otherwise ordered by an administrative patent 
judge or the Board, a motion calor § 1.635 shall contain a 
certificate by the moving party stating that the moving party 
has conferred with all opponents in an effort in good faith to 
resolve by agreement the issues raised by the motion. The 
certificate shall indicate whether any opponent plans to oppose 
the motion. The provisions of this paragraph do not apply to 
a motion to suppress evidence (§ 1.656(h)). 

(c) ** * 

(1) * * * 

(v) Show that each proposed count defines a separate patent- 
able invention from every other count proposed to remain in 
the interference. 

(vi) Be accompanied by a motion under § 1.633(f) requesting 
the benefit of the filing date of any earlier filed application, if 
benefit of the earlier filed application is desired with respect 
to a proposed count. 

(vii) If an opponent is accorded the benefit of the filing date 
of an earlier filed application in the notice of declaration of 
the interference, show why the opponent is not also entitled to 
benefit of the earlier filed application with respect to the pro- 
posed count. Otherwise, the opponent will be presumed to be 
entitled to the benefit of the earlier filed application with respect 
to the proposed count. 

(2) * ** 

(ii) Show that the claim proposed to be amended or added 
defines the same patentable invention as the count. 
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(iii) Show the patentability to the applicant of each claim 
proposed to be amended or added and apply the terms of the 
claim proposed to be amended or added to the disclosure of 
the application; when necessary a moving party applicant shall 
file with the motion a amendment to the application 


amending the claim corresponding to the count or adding the 


proposed additional claim to the application. 

(3) ** * 

(ii) Show the claim defines the same patentable invention 
as another claim whose designation as corresponding to the 
count the moving party does not dispute. 

(4) * ** 

(ii) Show that the claim does not define the same patentable 
invention as any other claim whose designation in the notice 
declaring the interference as corresponding to the count the 
party does not dispute. 
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(d) A preliminary motion under § 1.633(d) to substitute a 
different application of the moving party shall: 
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(e) * * * 

(1) * ** 

(viii) Be accompanied by a motion under § 1.633(f) 
requesting the benefit of the filing date of an earlier filed 
application, if benefit is desired with respect to a proposed 
count. 

(ix) If an opponent is accorded the benefit of the filing date 
of an earlier filed application in the notice of declaration of 
the interference, show why the opponent is not also entitled to 
benefit of the earlier filed application with respect to the pro- 
posed count. Otherwise, the opponent will be presumed to be 
entitled to the benefit of the earlier filed application with respect 
to the count. 

(2) * * * 

(vii) Be accompanied by a motion under § 1.633(f) requesting 
the benefit of the filing date of an earlier filed application, if 
benefit is desired with respect to a proposed count. 

(viii) If an opponent is accorded the benefit of the filing date 
of an earlier filed application in the notice of declaration of 
the interference, show why the opponent is not also entitled to 
benefit of the earlier filed application with respect to the pro- 
posed count. Otherwise, the opponent will be presumed to be 
entitled to the benefit of the earlier filed application with respect 
to the count. 

(f) * * * 

(2) When the earlier application is an application filed in 
the United States, certify that a complete copy of the file of 
the earlier application, except for documents filed under § 1.131 
or § 1.608, has been served on all opponents. When the earlier 
application is an application filed in a foreign country, certify 
that a copy of the application has been served on all opponents. 
If the earlier filed application is not in English, the requirements 
of § 1.647 must also be met. 


(h) ** * 

(4) Be accompanied by a motion under § 1.633(f) requesting 
the benefit of the filing date of any earlier filed application, if 
benefit is desired. 


37. Section 1.638 is revised to read as follows: 
ee 
reply. 


(a) Unless otherwise ordered by an administrative patent 
judge, any opposition to any motion shall be filed within 20 
days after service of the motion. An opposition shall identify 
any material fact set forth in the motion which is in dispute 
and include an argument why the relief requested in the motion 
should be denied. 

(b) Unless otherwise ordered by an administrative patent 
judge, any reply shall be filed within 15 days after service of 
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the opposition. A reply shall be directed only to new points 
raised in the opposition. 


38. Section 1.639 is amended by revising paragraphs (a), 
(b), (c) and (d)(1) to read as follows: 


§ 1.639 Evidence in support of motion, opposition, or reply. 


(a) Except as provided in paragraphs (c) through (g) of 
this section, proof of any material fact alleged in a motion, 
opposition, or reply must be filed and served with the motion, 
opposition, or reply unless the proof relied upon is part of the 
interference file or the file of any patent or application involved 
in the interference or any earlier application filed in the United 
States of which a party has been accorded or seeks to be 
accorded benefit. 

(b) Proof may be in the form of patents, printed publications, 
and affidavits. The pages of any affidavits filed under this 

shall, to the extent possible, be given sequential 
numbers, which shall also serve as the record page numbers 
for the affidavits in the event they are included in the party’s 
record (§ 1.653). Any patents and printed publications sub- 
mitted under this paragraph and any exhibits identified in affida- 
vits submitted under this paragraph shall, to the extent possible, 
be given sequential exhibit numbers, which shall also serve as 
the exhibit numbers in the event the patents, printed publications 
and exhibits are filed with the party’s record (§ 1.653). 

(c) If a party believes that additional evidence in the form 
of testimony that is unavailable to the party is necessary to 
support or oppose a preliminary motion under § 1.633 or a 
motion to correct inventorship under § 1.634, the party shall 
describe the nature of any proposed testimony as specified in 
paragraphs (d) through (g) of this section. If the administrative 
patent judge finds that testimony is needed to decide the motion, 
the administrative patent judge may grant appropriate interlocu- 
tory relief and enter an order aut g the taking of testimony 
and deferring a decision on the motion to final hearing. 

(d) * * * 


(1) Identify the person whom it expects to use as an expert; 


39. Section 1.640 is amended by revising paragraphs (a), 
(b), (c), (d) introductory text, (d)(1), (d)(3) and (e) to read as 
follows: 


§ 1.640 Motions, hearing and decision, redeclaration of 
interference, order to show cause. 


(a) A hearing on a motion may be held in the discretion of 
the administrative patent judge. The administrative patent judge 
shall set the date and time for any hearing. The length of oral 
argument at a hearing on a motion is a matter within the 
discretion of the administrative patent judge. An administrative 
patent judge may direct that a hearing take place by telephone. 

(b) Unless an administrative patent judge or the Board is of 
the opinion that an earlier decision on a preliminary motion 
would materially advance the resolution of the interference, 
decision on a preliminary motion shall be deferred to final 
hearing. Motions not deferred io final hearing will be decided 
by an administrative patent judge. An administrative patent 
judge may consult with an examiner in deciding motions. An 
administrative patent judge may take up motions for decision 
in any order, may grant, deny, or dismiss any motion, and may 
take such other action which will secure the just, speedy, and 
inexpensive determination of the interference. A matter raised 
by a party in support of or in opposition to a motion that is 
deferred to final hearing will not be entitled to consideration 
at final hearing unless the matter is raised in the party’s brief 
at final hearing. If the administrative patent judge determines 
that the interference shall proceed to final hearing on the issue 
of priority or derivation, a time shall be set for each party to 
file a paper identifying any decisions on motions or on matters 
raised sua sponte by the administrative patent judge that the 
party wishes to have reviewed at final hearing as well as identi- 
fying any deferred motions that the party wishes to have consid- 
ered at final hearing. Any evidence that a party wishes to have 
considered with to the decisions and deferred motions 
identified by the party or by an opponent for consideration or 
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review at final hearing shall be filed or, if appropriate, noticed 
under § 1.671(e) during the testimony-in-chief period of the 


party. 

(1) When appropriate after the time expires for filing replies 
to oppositions to preliminary motions, the administrative patent 
judge will set a time for filing any amendment to an application 
involved in the interference and for filing a supplemental pre- 
liminary statement as to any new counts which may become 
involved in the interference if a preliminary motion to amend 
or substitute a count has been filed. Failure or refusal of a party 
to timely present an amendment required by an administrative 
patent judge shall be taken without further action as a disclaimer 
by that party of the invention involved. A supplemental prelimi- 

nary statement shall meet the requirements specified in §§ 
1.623, 1.624, 1.625, or 1.626, but need not be filed if a party 
states that it intends to rely on a preliminary statement pre- 
viously filed under § 1.621(a). At an appropriate time in the 
interference, and when necessary, an order will be entered 
redeclaring the interference. 

(2) After the time expires for filing prelimi motions, a 
further preliminary motion under § 1.633 will not be considered 
except as provided by § 1.645(b). 

(c) When a decision on any motion under §§ 1.633, 1.634, 
or 1.635 or on any matter raised sua sponte by an administrative 
patent judge is entered which does not result in the issuance 
of an order to show cause under paragraph (d) of this section, 

may file a request for reconsideration within 14 days 
after the date of the decision. The request for reconsideration 
shall be filed and served by hand or Express Mail. The filing 
of a request for reconsideration will not stay any time period 
set by the decision. The request for reconsideration shall specify 
with particularity the points believed to have been misappre- 
hended or overlooked in rendering the decision. No opposition 
to a request for reconsideration shall be filed unless requested 
by an administrative patent judge or the Board. A decision 
ordinarily will not be modified unless an opposition has been 
requested by an administrative patent judge or the Board. The 
request for reconsideration normally will be acted on by the 
administrative patent judge or the panel of the Board which 
issued the decision. 

(d) An administrative patent judge may issue an order to 
show cause why judgment should not be entered against a party 
when: 

(1) A decision on a motion or on a matter raised sua sponte 
by an administrative patent judge is entered which is dispositive 
of the interference against the party as to any count; 


(3) The party is a junior party whose preliminary statement 
fails to overcome the effective filing date of another party. 

(e) When an order to show cause is issued under paragraph 
(d) of this section, the Board shall enter judgment in accordance 
with the order unless, within 20 days after the date of the order, 
the party against whom the order issued files a paper which 
shows good cause why judgment should not be entered in 
accordance with the order. 

(1) If the order tee issued under paragraph (d)(1) of this 
section, the y: 

(i) Request that final hearing be set to review any decision 
which is the basis for the order as well as any other decision 
of the administrative patent a that the party wishes to have 
reviewed by the Board at final hearing or 

ii) Fully explain why judgment should not be entered. 

(2) Any opponent may file a response to the paper within 
20 days of the date of service of the paper. If the order was 
issued under paragraph (d)(1) of this section and the party’s 
paper includes a request for final hearing, the opponent’s 
response must identify every decision of the administrative 
patent judge that the opponent wishes to have reviewed by the 
Board at a final hearing. If the order was issued under paragraph 
(d)(1) of this section and the paper does not include a request 
for final hearing, the opponent’s response may include a request 
for final hearing, which must identify every decision of the 
administrative patent judge that the opponent wishes to have 
reviewed by the Board at a final et 
opponent’s response includes a request for a final hearing, the 
party filing the paper shall, within 14 days from the date of 
service of the opponent’s response, file a reply identifying any 
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other decision of the administrative patent judge that the party 
wishes to have reviewed by the Board at a final hearing. 

(3) The paper or the response should be accompanied by a 
motion (§ 1.635) requesting a testimony period if either party 
wishes to introduce any evidence to be considered at final 
hearing (§ 1.671). Any evidence that a party wishes to have 
considered with respect to the decisions and deferred motions 
identified for consideration or review at final hearing shall be 
filed or, if appropriate, noticed under § 1.671(e) during the 
testimony period of the party. A request for a testimony period 
shall be construed as including a request for final hearing. 

(4) If the paper contains an explanation of why judgment 
should not be entered in accordance with the order, and if no 
party has requested a final hearing, the decision that is the 
basis for the order shall be reviewed based on the contents of 
the paper and the response. If the paper fails to show good 
cause, the Board shall enter judgment against the party against 
whom the order issued. 


40. Section 1.641 is revised to read as follows: 


§ 1.641 Unpatentability discovered by administrative patent 
judge. 


(a) During the pendency of an interference, if the administra- 
tive patent judge becomes aware of a reason why a claim 
designated to correspond to a count may not be patentable, the 
administrative patent judge may enter an order notifying the 
parties of the reason and set a time within which each party may 
present its views, including any argument and any supporting 
evidence, and, in the case of the party whose claim may be 
unpatentable, any appropriate preliminary motions under §§ 
1.633(c), (d) and (h). 

(b) If a party timely files a preliminary motion in response 
to the order of the administrative patent judge, any opponent 
may file an opposition (§ 1.638(a)). If an opponent files an 
opposition, the party may reply (§ 1.638(b)). 

(c) After considering any timely filed views, including any 
timely filed preliminary motions under § 1.633, oppositions 
and replies, the administrative patent judge shall decide how 
the interference shall proceed. 


41. Section 1.642 is revised to read as follows: 
§ 1.642 Addition of application or patent to interference. 


During the pendency of an interference, if the administrative 
patent judge becomes aware of an application or a patent not 
involved in the interference which claims the same patentable 
invention as a count in the interference, the administrative 
patent judge may add the application or patent to the interfer- 
ence on such terms as may be fair to all parties. 


42. Section 1.643(b) is revised to read as follows: 
§ 1.643 Prosecution of interference by assignee. 


(b) An assignee of a part interest in an application or patent 
involved in an interference may file a motion (§ 1.635) for 
entry of an order authorizing it to prosecute the interference. 
The motion shall show the inability or refusal of the inventor 
to prosecute the interference or other cause why it is in the 
interest of justice to permit the assignee of a part interest to 
prosecute the interference. The administrative patent judge may 
allow the assignee of a part interest to prosecute the interference 
upon such terms as may be appropriate. 


43. Section 1.644 is amended by revising paragraphs (a) 
introductory text, (a)(1), (a)(2), (b), (c), (d), (f) and (g) to read 


as follows: 


§ 1.644 Petitions in interferences. 


(a) There is no appeal to the Commissioner in an interference 
from a decision of an administrative patent judge or the Board. 
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The Commissioner will not consider a petition in an interference 
unless: 

(1) The petition is from a decision of an administrative patent 
judge or the Board and the administrative patent judge or the 
Board shall be of the opinion that the decision involves a 
controlling question of procedure or an interpretation of a rule 
as to which there is a substantial ground for a difference of 
opinion and that an immediate decision on petition by the 
Commissioner may materially advance the ultimate termination 
of the interference; 

(2) The petition seeks to invoke the supervisory authority 
of the Commissioner and does not relate to the merits of priority 
of invention or patentability or the admissibility of evidence 
under the Federal Rules of Evidence; or 


see2% 


(b) A petition under paragraph (a)(1) of this section filed 
more than 15 days after the date of the decision of the adminis- 
trative patent judge or the Board may be dismissed as untimely. 
A petition under paragraph (a)(2) of this section shall not be 
filed prior to the party’s brief for final hearing (see § 1.656). 
Any petition under paragraph (a)(3) of this section shall be 
timely if it is filed simultaneously with a proper motion under 
§§ 1.633, 1.634, or 1.635 when granting the motion would 
require waiver of a rule. Any opposition to a petition under 
paragraphs (a)(1) or (a)(2) of this section shall be filed within 
20 days of the date of service of the petition. Any opposition 
to a petition under paragraph (a)(3) of this section shall be 
filed within 20 days of the date of service of the petition or 
the date an opposition to the motion is due, whichever is earlier. 

(c) The filing of a petition shall not stay the proceeding 
unless a stay is granted in the discretion of the administrative 
patent judge, the Board, or the Commissioner. 

(d) Any petition must contain a statement of the facts 
involved, in numbered paragraphs, and the point or points to 
be reviewed and the action requested. The petition will be 
decided on the basis of the record made before the administra- 
tive patent judge or the Board, and no new evidence will be 
considered by the Commissioner in deciding the petition. 
Copies of documents already of record in the interference shall 
not be submitted with the petition or opposition. 


(f) Any request for reconsideration of a decision by the 
Commissioner shall be filed within 14 days of the decision of 
the Commissioner and must be accompanied by the fee set 
forth in § 1.17(h). No opposition to a request for reconsideration 
shall be filed unless requested by the Commissioner. The deci- 
sion will not ordinarily be modified unless such an opposition 
has been requested by the Commissioner. 

(g) Where reasonably possible, service of any petition, oppo- 
sition, or request for reconsideration shall be such that delivery 
is accomplished within one working day. Service by hand or 
Express Mail complies with this paragraph. 


44. Section 1.645 is amended by revising paragraphs (a), 
(b) and (d) to read as follows: 


§ 1.645 Extension of time, late papers, stay of proceedings. 


(a) Except to extend the time for filing a notice of appeal 
to the U.S. Court of Appeals for the Federal Circuit or for 
commencing a civil action, a party may file a motion (§ 1.635) 
seeking an extension of time to take action in an interference. 
See § 1.304(a) for extensions of time for filing a notice of 
appeal to the U.S. Court of Appeals for the Federal Circuit or 
for commencing a civil action. The motion shall be filed within 
sufficient time to actually reach the administrative patent judge 
before expiration of the time for taking action. A moving party 
should not assume that the motion will be granted even if there 
is no objection by any other party. The motion will be denied 
unless the moving party shows good cause why an extension 
should be granted. The press of other business arising after an 
administrative patent judge sets a time for taking action will 
not normally constitute good cause. A motion seeking addi- 
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tional time to take testimony because 2 party has not been able 
to procure the testimony of a witness shall set forth the name 
of the witness, any steps taken to procure the testimony of the 
witness, the dates on which the steps were taken, and the facts 
expected to be proved through the witness. 

(b) Any paper belatedly filed will not be considered except 
upon motion (§ 1.635) which shows good cause why the paper 
was not timely filed, or where an administrative patent judge 
or the Board, sua sponte, is of the opinion that it would be in 
the interest of justice to consider the paper. See § 1.304(a) for 
exclusive procedures relating to belated filing of a notice of 
appeal to the U.S. Court of Appeals for the Federal Circuit or 
belated commencement of a civil action. 


(d) An administrative patent judge may stay proceedings in 
an interference. 


45. Section 1.646 is amended by revising paragraphs (a)(1), 
@0). (b), (c) introductory text, (c)(1), (c)(4), (d) and (e); 
redesignating paragraph (c)(5) as paragraph (c)(6) and revising 

it; and adding a new paragraph (c)(5) to read as follows: 


§ 1.646 Service of papers, proof of service. 


(a) ** * 

(1) Preliminary statements when filed under § 1.621; prelimi- 
nary statements shall be served when service is ordered by an 
administrative patent judge. 

(2) Certified transcripts and exhibits which accompany the 
transcripts filed under § 1.676; copies of transcripts shall be 
served as part of a party’s record under § 1.653(c). 

(b) Service shall be on an attorney or agent for a party. If 
there is no attorney or agent for the party, service shall be on 
the party. An administrative patent judge may order additional 
service or waive service where appropriate. 

(c) Unless otherwise ordered by an administrative patent 
judge, or except as otherwise provided by this subpart, service 
of a paper shall be made as follows: 

(1) By handing a copy of the paper or causing a copy of the 
paper to be handed to the person served. 


(4) By mailing a copy of the paper by first class mail; when 
service is by first class mail the date of mailing is regarded as 
the date of service. 

(5) By mailing a copy of the paper by Express Mail; when 
service is by Express Mail the date of deposit with the U.S. 
Postal Service is regarded as the date of service. 

(6) When it is shown to the satisfaction of an administrative 
patent judge that none of the above methods of obtaining or 
serving the copy of the paper was successful, the administrative 
patent judge may order service by publication of an appropriate 
notice in the Official Gazette. 

(d) An administrative patent judge may order that a paper 
be served by hand or Express Mail. 

(e) The due date for serving a paper is the same as the due 
date for filing the paper in the Patent and Trademark Office. 
Proof of service must be made before a paper will be considered 
in an interference. Proof of service may appear on or be affixed 
to the paper. Proof of service shall include the date and manner 
of service. In the case of personal service under paragraphs 
(c)(1) through (c)(3) of this section, proof of service shall 
include the names of any person served and the person who 
made the service. Proof of service may be made by an acknowl- 
edgment of service by or on behalf of the person served or a 
statement signed by the party or the party’s attorney or agent 
containing the information required by this section. A statement 
of an attorney or agent attached to, or appearing in, the paper 
stating the date and manner of service will be accepted as prima 
facie proof of service. 


46. Section 1.647 is revised to read as follows: 
§ 1.647 Translation of document in foreign language. 


When a party relies on a document or is required to produce 
a document in a language other than English, a translation of 
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the document into English and an affidavit attesting to the 
accuracy of the translation shall be filed with the document. 


47. Section 1.651 is amended by revising paragraphs (a), 
(c)(1), (c)(2), (c)(3) and (d) to read as follows: 


§ 1.651 Setting times for discovery and taking testimony, 
parties entitled to take testimony. 


(a) At an appropriate stage in an interference, an administra- 
tive patent judge shall set a time for filing motions (§ 1.635) 
for additional discovery under § 1.687(c) and testimony periods 
for taking any necessary testimony. 


see 


(c) * * * 

(1) The administrative patent judge orders the taking of 
testimony under § 1.639(c); 

(2) The party alleges in its preliminary statement a date of 
invention prior to the effective filing date of the senior party; 

(3) A testimony period has been set to permit an opponent 
to prove a date of invention prior to the effective filing date 
of the party and the party has filed a preliminary statement 
alleging a date of invention prior to that date; or 


(d) Testimony, including any testimony to be taken in a place 
outside the United States, shall be taken and completed during 
the testimony periods set under paragraph (a) of this section. 
A party seeking to extend the period for taking testimony must 
comply with §§ 1.635 and 1.645(a). 


48. Section 1.652 is revised to read as follows: 


§ 1.652 Judgment for failure to take testimony or file record. 


If a junior party fails to timely take testimony authorized 
under § 1.651, or file a record under § 1.653(c), an administra- 
tive patent judge, with or without a motion (§ 1.635) by another 
party, may issue an order to show cause why judgment should 
not be entered against the junior party. When an order is issued 
under this section, the Board shall enter judgment in accordance 
with the order unless, within 15 days after the date of the order, 
the junior party files a paper which shows good cause why 
judgment should not be entered in accordance with the order. 
Any other party may file a response to the paper within 15 
days of the date of service of the paper. If the party against 
whom the order was issued fails to show good cause, the Board 
shall enter judgment against the party. 


49. Section 1.653 is amended by removing and reserving 
paragraphs (c)(5), (f) and (h) and by revising paragraphs (a), 
©), od introductory text, (c)(1), (c)(4), (d), (g) and (i) to read 
as follows: 


§ 1.653 Record and exhibits. 


(a) Testimony shall consist of affidavits under §§ 1.672(b), 
(c) and (g), 1.682(c), 1.683(b) and 1.688(b), transcripts of depo- 
sitions under §§ 1.671(g) and 1.672(a) when a deposition is 
authorized by an administrative patent judge, transcripts of 
depositions under §§ 1.672(d), 1.682(d), 1 683(c) and 1.688(c), 
agreed statements under § 1.672(h), transcripts of interrogato- 
ries, cross-interrogatories, and answers and copies of 
written interrogatories and answers and written requests for 
admissions and answers under § 1.688(a). 

(b) An affidavit shall be filed as set forth in § 1.677. A 
certified transcript of a deposition, including a deposition cross- 
examining an t, shall be filed as set forth in §§ 1.676, 
1.677 and 1.678. An original agreed statement shall be filed 
as set forth in § 1.672(h). 

(c) In addition to the items specified in paragraph (b) of this 
section and within a time set by an administrative patent judge, 
each party shall file three copies and serve one copy of a record 
consisting of: 
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(1) An index of the names of the witnesses for the party, 
giving the pages of the record where the direct testimony and 
cross-examination of each witness begins. 
see 


(4) Each affidavit by a witness for the party, transcript, 
including transcripts of cross-examination of any affiant who 
testified for the party and transcripts of compelled deposition 
testimony by a witness for the party, agreed statement relied 
upon by the party, and transcript of interrogatories, cross-inter- 
rogatories and recorded answers. 
eee 


(d) The pages of the record shall be consecutively numbered 
to the extent possible. 


(g) The record may be produced by standard typographical 
printing or by any other process capable of producing a clear 
black permanent image. All printed matter except on covers 
must appear in at least 11 point type on opaque, unglazed paper. 
Footnotes may not be printed in type smaller than 9 point. The 
page size shall be 21.8 by 27.9 cm. (8 1/2 by 11 inches) (letter 
size) with printed matter 16.5 by 24.1 cm. (6 1/2 by 9 1/2 
inches). The record shall be bound with covers at their left 
edges in such manner as to lie flat when open to any page and 
in one or more volumes of convenient size (approximately 100 
pages per volume is suggested). When there is more than one 
volume, the numbers of the pages contained in each volume 
shall appear at the top of the cover for each volume. 

(i) Each party shall file its exhibits with the record specified 
in paragraph (c) of this section. Exhibits include documents 
and things identified in affidavits or on the record during the 
taking of oral depositions as well as official records and publica- 
tions filed by the party under § 1.682(a). One copy of each 
documentary exhibit shall be served. Documentary exhibits 
shall be filed in an envelope or folder and shall not be bound 
as part of the record. Physical exhibits, if not filed by an officer 
under § 1.676(d), shall be filed with the record. Each exhibit 
shall contain a label which identifies the party submitting the 
exhibit and an exhibit number, the style of the interference 
(e.g., Jones v. Smith), and the interference number. Where 
possible, the label should appear at the bottom right-hand corner 
of each documentary exhibit. Upon termination of an interfer- 
ence, an administrative patent judge may return an exhibit to 
the party filing the exhibit. When any exhibit is returned, an 
order shall be entered indicating that the exhibit has been 
returned. 
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50. Section 1.654 is amended by revising paragraphs (a) and 
(d) to read as follows: 


§ 1.654 Final hearing. 


(a) At an appropriate stage of the interference, the parties 
will be given an opportunity to appear before the Board to 
present oral argument at a final hearing. An administrative 
patent judge may set a date and time for final hearing. Unless 
otherwise ordered by an administrative patent judge or the 
Board, each party will be entitled to no more than 30 minutes 
of oral argument at final hearing. A who does not file a 
brief for final hearing (§ 1.656(a)) shall not be entitled to appear 
at final hearing. 


see 

(d) After final hearing, the interference shall be taken under 
advisement by the Board. No further paper shall be filed except 
under § 1.658(b) or as authorized by an administrative patent 
judge or the Board. No additional oral argument shall be had 
unless ordered by the Board. 


51. Section 1.655 is revised to read as follows: 
§ 1.655 Matters considered in rendering a final decision. 


(a) In rendering a final decision, the Board may consider 
any properly raised issue, including priority of invention, deri- 
vation by an opponent from a party who filed a preliminary 
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statement under § 1.625, patentability of the invention, admissi- 
bility of evidence, any interlocutory matter deferred to final 
hearing, and any other matter necessary to resolve the interfer- 
ence. The Board may also consider whether entry of any inter- 
locutory order was an abuse of discretion. All interlocutory 
orders shall be presumed to have been correct, and the burden 
of showing an abuse of discretion shall be on the party attacking 
the order. When two or more interlocutory orders involve the 
same issue, the last entered order shall be presumed to have 
been correct. 

(b) A party shall not be entitled to raise for consideration 
at final hearing any matter which properly could have been 
raised by a motion under §§ 1.633 or 1.634 unless the matter 
was properly raised in a motion that was timely filed by the 
party under §§ 1.633 or 1.634 and the motion was denied or 
deferred to final hearing, the matter was properly raised by the 
party in a timely filed opposition to a motion under §§ 1.633 
or 1.634 and the motion was granted over the opposition or 
deferred to final hearing, or the party shows good cause why 
the issue was not properly raised by a timely filed motion or 
opposition. A party that fails to contest, by way of a timely 
filed preliminary motion under § 1.633(c), the designation of 
a claim as corresponding to a count, or fails to timely argue 
the separate patentability of a particular claim when the ground 
for unpatentability is first raised, may not subsequently argue 
to an administrative patent judge or the Board the separate 
patentability of claims designated to correspond to the count 
with respect to that ground. 

(c) In the interest of justice, the Board may exercise its 
discretion to consider an issue even though it would not other- 
wise be entitled to consideration under this section. 


52. In § 1.656, paragraphs (a), (d), (e), (g), (h) and (i) are 

revised; paragraphs (b)(1) through (b)(6) are redesignated as 

hs (b)(3) through (b)(8); newly designated paragraphs 

(b)(5) and (b)(6) are revised; and new paragraphs (b)(1) and 
(b)(2) are added to read as follows: 


§ 1.656 Briefs for final hearing. 


(a) Each party shall be entitled to file briefs for final hearing. 
The administrative patent judge shall determine the briefs 
needed and shall set the time and order for filing briefs. 

(b) * * * 

(1) A statement of interest indicating the full name of every 
party represented by the attorney in the interference and the 
name of the real party in interest if the party named in the 
caption is not the real party in interest. 

(2) A statement of related cases indicating whether the inter- 
ference was previously before the Board for final hearing and 
the name and number of any related appeal or interference 
which is pending before, or which has been decided by, the 
Board, or which is pending before, or which has been decided 
by, the U.S. Court of Appeals for the Federal Circuit or a 
district court in a proceeding under 35 U.S.C. 146. A related 
appeal or interference is one which will directly affect or be 
directly affected by or have a bearing on the Board’s decision 
in the pending interference. 


(5) A statement of the facts, in numbered paragraphs, relevant 
to the issues presented for decision with appropriate references 
to the record. 


(6) An argument, which may be preceded by a summary, 
which shall contain the contentions of the party with respect 
to the issues it is raising for consideration at final hearing, and 
the reasons therefor, with citations to the cases, statutes, other 
authorities, and parts of the record relied on. 


se2e¢% 


(d) Unless ordered otherwise by an administrative patent 
judge, briefs shall be double-spaced (except for footnotes, 
which may be single-spaced) and shall comply with the require- 
ments of § 1.653(g) for records except the requirement for 
binding. 
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(e) An original and four copies of each brief must be filed. 


(g) Any party, separate from its opening brief, but filed 
concurrently therewith, may file an original and four copies of 
concise findings of fact and conclusions of law. Any 
proposed findings of fact shall be in numbered paragraphs and 
shall be supported by specific references to the record. Any 
proposed conclusions of law shall be in numbered paragraphs 
and shall be supported by citation of cases, statutes, or other 
authority. Any opponent, separate from its opening or reply 
brief, but filed concurrently therewith, may file a paper 
accepting or objecting to any proposed findings of fact or 
conclusions of law; when objecting, a reason must be given. 
The Board may adopt the proposed findings of fact and conclu- 
sions of law in whole or in part. 

(h) If a party wants the Board in rendering its final decision 
to rule on the admissibility of any evidence, the party shall file 
with its opening brief an original and four copies of a motion 
(§ 1.635) to suppress the evidence. The provisions of § 1.637(b) 
do not apply to a motion to suppress under this paragraph. Any 
objection previously made to the admissibility of the evidence 
of an opponent is waived unless the motion required by this 

h is filed. A party that failed to challenge the admissi- 
bility of the evidence of an opponent on a ground that could have 
been raised in a timely objection under § 1.672(c), 1.682(c), 
1.683(b) or 1.688(b) may not move under this paragraph to 
suppress the evidence on that ground at final hearing. An orig- 
inal and four copies of an opposition to the motion may be 
filed with an opponent’s opening brief or reply brief as may 
be appropriate. 

(i) When a junior party fails to timely file an opening brief, 
an order may issue requiring the junior party to show cause 
why the Board should not treat failure to file the brief as a 
concession of priority. If the junior party fails to show good 
cause within a time period set in the order, judgment may be 
entered against the junior party. 


53. Section 1.657 is revised to read as follows: 


§ 1.657 Burden of proof as to date of invention. 


(a) A rebuttable presumption shall exist that, as to each count, 
the inventors made their invention in the chronological order 
of their effective filing dates. The burden of proof shall be 
upon a party who contends otherwise. 

(b) In an interference involving copending applications or 
involving a patent and an application having an effective filing 
date on or before the date the patent issued, a junior party shall 
have the burden of establishing priority by a preponderance of 
the evidence. 

(c) In an interference involving an application and a patent 
and where the effective filing date of the application is after 
the date the patent issued, a junior party shall have the burden 
of establishing priority by clear and convincing evidence. 


54. Section 1.658 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.658 Final decision. 


(a) After final hearing, the Board shall enter a decision 
resolving the issues raised at final hearing. The decision may 
enter judgment, in whole or in part, remand the interference 
to an administrative patent judge for further proceedings, or 
take further action not inconsistent with law. A judgment as 
to a count shall state whether or not each party is entitled to 
a patent containing the claims in the party’s patent or application 
which correspond to the count. When the Board enters a deci- 
sion awarding judgment as to all counts, the decision shall be 
regarded as a final decision for the purpose of judicial review 
(35 U.S.C. 141-144, 146) unless a request for reconsideration 
under paragraph (b) of this section is timely filed. 

(b) Any request for reconsideration of a decision under para- 
graph (a) of this section shall be filed within one month after 
the date of the decision. The request for reconsideration shall 
specify with particularity the points believed to have been 
misapprehended or overlooked in rendering the decision. Any 
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opposition to a request for reconsideration shall be filed within 
14 days of the date of service of the request for reconsideration. 
Service of the request for reconsideration shall be by hand or 
Express Mail. The Board shall enter a decision on the request 
for reconsideration. If the Board shall be of the opinion that 
the decision on the request for reconsideration significantly 
modifies its original decision under paragraph (a) of this section, 
the Board may designate the decision on the request for recon- 
sideration as a new decision. A decision on reconsideration is 
a final decision for the purpose of judicial review (35 U.S.C. 
141-144, 146). 
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55. Section 1.660 is amended by adding paragraph (e) to 
read as follows: 


ong Notice of reexamination, reissue, protest, or litiga- 
n. 


(e) The notice required by this section is designed to assist 
the administrative patent judge and the Board in efficiently 
handling interference cases. Failure of a party to comply with 
the provisions of this section may result in sanctions under § 
1.616. Knowledge by, or notice to, an employee of the Office 
other than an employee of the Board, of the existence of the 
reexamination, application for reissue, protest, or litigation shall 
not be sufficient. The notice contemplated by this section is 
notice addressed to the administrative patent judge in charge 
of the interference in which the application or patent is involved. 


56. Section 1.662 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.662 Request for entry of adverse judgment; reissue filed 
by patentee. 


(a) A party may, at any time during an interference, request 
and agree to entry of an adverse judgment. The filing by a 
party of a written disclaimer of the invention defined by a 
count, concession of priority or unpatentability of the subject 
matter of a count, abandonment of the invention defined by a 
count, or abandonment of the contest as to a count will be 
treated as a request for entry of an adverse judgment against 
the applicant or patentee as to all claims which correspond 
to the count. Abandonment of an application, other than an 
application for reissue having a claim of the patent sought to 
be reissued involved in the interference, will be treated as a 
request for entry of an adverse judgment against the applicant 
as to all claims corresponding to all counts. Upon the filing 
by a party of a request for entry of an adverse judgment, the 
Board may enter judgment against the party. 

(b) If a patentee involved in an interference files an applica- 
tion for reissue during the interference and the reissue applica- 
tion does not include a claim that corresponds to a count, 
judgment may be entered against the patentee. A patentee who 
files an application for reissue which includes a claim that 
corresponds to a count shall, in addition to complying with the 
provisions of § 1.660(b), timely file a preliminary motion under 
§ 1.633(h) or show good cause why the motion could not have 
been timely filed or would not be appropriate. 


57. Section 1.664 is revised to read as follows: 
§ 1.664 Action after interference. 


(a) After termination of an interference, the examiner will 
ly take such action in any application previously 
involved in the interference as may be necessary. Unless entered 
by order of an administrative patent judge, amendments pre- 
sented during the interference shall not be entered, but may be 
subsequently presented by the applicant subject to the provis- 
ions of this subpart provided prosecution of the application is 
not otherwise closed. 





January 7, 1997 


(b) After judgment, the application of any party may be held 
subject to further examination, including an interference with 
another application. 


58. Section 1.671 is amended by revising (a) 
introductory text, (c)(1), C2), (c)(6), (c)(7), (e), (f) and (g); 
redesignating as paragraph (i) and revising it; 
and adding new paragraphs (h) and (j) to read as follows: 


§ 1.671 Evidence must comply with rules. 


(a) Evidence consists of testimony and referenced exhibits, 
official records and publications filed under § 1.682, testimony 
and referenced exhibits from another interference, proceeding, 
or action filed under § 1.683, discovery relied upon under § 
1.688, and the specification (including claims) and drawings 
of any application or patent: 
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(c) ** * 

(1) Courts of the United States, U.S. Magistrate, court, trial 
court, or trier of fact means administrative patent judge or 
Board as may be appropriate. 

(2) Judge means administrative patent judge. 


see 


(6) Before the hearing in Rule 703 of the Federal Rules of 
Evidence means before giving testimony by affidavit or oral 
sition. 
(7) The trial or hearing in Rules 803(24) and 804(5) of the 
Federal Rules of Evidence means the taking of testimony by 
affidavit or oral deposition. 
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(e) A party may not rely on an affidavit (including any 
exhibits), patent or printed publication previously submitted 
by the party under § 1.639(b) unless a copy of the affidavit, 
patent or printed publication has been served and a written 
notice is filed prior to the close of the party’s relevant testimony 
period stating that the party intends to rely on the affidavit, 
= or printed publication. When proper notice is given under 

this paragraph, the affidavit, patent or printed publication shall 
be fe as filed under §§ 1.640(b), 1 '640(€)3), 1.672(b) or 
1.682(a), as appropriate. 

(f) The significance of documentary and other exhibits identi- 
fied by a witness in an affidavit or during oral deposition shall 
be discussed with particularity by a witness. 

(g) A party must file a motion (§ 1.635) seeking permission 
from an administrative patent judge prior to compelling testi- 
mony or production of documents or things under 35 U.S.C. 
24 or from an ig . The motion shall describe the 
general nature and the Televance of the testimony, document, 
or thing. If permission is granted, the party shall notice a 
janie under § 1.673 and may proceed to take testimony. 

(h) A party must file a motion (§ 1.635) seeking permission 
from an administrative patent judge prior to compelling testi- 
mony or production of documents or things in a foreign country. 

(1) In the case of testimony, the motion shall: 

(i) Describe the general nature and relevance of the testi- 


mony; 

(ii) Identify the witness by name or title; 

(iii) Identify the foreign country and explain why the party 
believes the witness can be compelled to testify in the foreign 
country, including a description of the procedures that will be 
used to compel the testimony in the foreign country and an 
estimate of the time it is expected to take to obtain the testimony; 
and 


(iv) Demonstrate that the party has made reasonable efforts 
een Ge Sn ee eee ee 
States but has been unsuccessful in the agreement, 
even though the party has offered to pay the expenses of the 
witness to travel to and testify in the United States. 

(2) In the case of production of a document or thing, the 
motion shall: 

(i) Describe the general nature and relevance of the document 
or thing; 
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(ii) Identify the —- country and explain why the party 
believes production of the document or thing can be compelled 
in the foreign country, including a description of the procedures 
that will be used to compel production of the document or 
thing in the foreign country and an estimate of the time it is 
—— to take to obtain production of the document or thing; 


aa Demonstrate that the party has made reasonable efforts 
to obtain the agreement of the individual or entity having pos- 
session, custody, or control of the document to produce the 
document or thing in the United States but has been unsuc- 
cessful in obtaining that agreement, even though the party has 
offered to pay the expenses of producing the document or thing 
in the United States. 

(i) Evidence which is not taken or sought and filed in accor- 
dance with this subpart shall not be admissible. 

(j) The ae to - given deposition testimony taken in a 
foreign country will be determined in view of all the circum- 
stances, including the laws of the foreign country governing 
the testimony. Little, if any, weight may be given to deposition 
testimony taken in a foreign country unless the party taking 
the testimony proves by clear and convincing evidence, as a 
matter of fact, that knowingly giving false testimony in that 
country in connection with an interference ig in the 
United States Patent and Trademark Office is punishable under 
the laws of that country and that the punishment in that country 
for such false testimony is comparable to or greater than the 
punishment for perjury committed in the United States. The 
administrative patent judge and the Board, in determining for- 
eign law, may consider any relevant material or source, 
including testimony, whether or not submitted by a party or 
admissible under the Federal Rules of Evidence. 


59. Section 1.672 is revised to read as follows: 
§ 1.672 Manner of taking testimony. 


(a) Unless testimony must be compelled under 35 U.S.C. 
24, compelled from a party, or compelled in a foreign country, 
testimony of a witness shall be taken by affidavit in accordance 
with this subpart. Testimony which must be compelled under 
35 U.S.C. 24, compelled from a party, or compelled in a foreign 
country shall be taken by oral deposition. 

(b) A party presenting testimony of a witness by affidavit 
shall, within the time set by the administrative patent judge 
for serving affidavits, file a copy of the affidavit or, if appro- 
priate, notice under § 1.671(e). If the affidavit relates to a 
party’s case-in-chief, it shall be filed or noticed no later than 
the date set by an administrative poe judge for the party to 
file affidavits for its case-in-chief. If the affidavit relates to a 
party’s case-in-rebuttal, it shall be filed or noticed no later than 
the date set by an administrative patent judge for the party to file 
affidavits for its case-in-rebuttal. A party shall not be entitled to 
rely on any document referred to in the affidavit unless a copy 
of the document is filed with the affidavit. A party shall not 
be entitled to rely on any thing mentioned in the affidavit unless 
the opponent is given reasonable access to the thing. A thing 
is something other than a document. The pages of affidavits 
filed under this paragraph and of any other testimony filed 
therewith under §§ 1.683(a) and 1.688(a) shall, to the extent 
possible, be given sequential numbers which shall also serve as 
the record page numbers for the affidavits and other testimony in 
the party’s record to be filed under § 1.653. Exhibits identified 
in the affidavits or in any other testimony filed under §§ 1.683(a) 
and 1.688(a) and any official records and printed publications 
filed under § 1.682(a) shall, to the extent possible, be given 
sequential exhibit numbers, which shall also serve as the exhibit 
numbers when the exhibits are filed with the s record. 
The affidavits, testimony filed under §§ 1.683(a) and ‘ .688(a) 
and exhibits shall be accompanied by an index of the names 
of the witnesses, giving the number of the page where the 
testimony of each witness begins, and by an index of the exhibits 
briefly describing the nature of each exhibit and giving the 
number of the page where each exhibit is first identified and 
offered into evidence. 

(c) If an opponent objects to the admissibility of any evidence 
contained in or submitted with an affidavit filed under 
(b) of this section, the opponent must, no later than the date 
set by the administrative patent judge for filing objections under 
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this paragraph, file objections stating with particularity the 
nature of each objection. An opponent that fails to object to 
the admissibility of the evidence contained in or submitted with 
an affidavit on a ground that could have been raised in a timely 
objection under this paragraph will not be entitled to move 
under § 1.656(h) to suppress the evidence on that ground. If 
an opponent timely files objections, the party may, within 20 
days of the due date for filing objections, file one or more 
supplemental affidavits, official records or printed publications 
to overcome the objections. No objection to the admissibility 
of the supplemental evidence shall be made, except as provided 
by § 1.656(h). The pages of supplemental affidavits filed under 
this paragraph shall, to the extent possible, be sequentially 
numbered beginning with the number following the last page 
number of the party’s testimony submitted under paragraph (b) 
of this section. The page numbers assigned to the supplemental 
affidavits shall also serve as the record page numbers for the 
supplemental affidavits in the party’s record filed under § 1.653. 
Additional exhibits identified in supplemental affidavits and 
any supplemental official records and printed publications shall, 
to the extent possible, be given sequential numbers beginning 
with the number following the last number of the exhibits 
submitted under paragraph (b) of this section. The exhibit num- 
bers shall also serve as the exhibit numbers when the exhibits 
are filed with the party’s record. The supplemental affidavits 
shall be ied by an index of the names of the witnesses 
anc an index of exhibits of the type specified in paragraph (b) 
of this section. 

(d) After the time expires for filing objections and supple- 
mental affidavits, or earlier when appropriate, the administra- 
tive patent judge shall set a time within which any opponent 
may file a request to cross-examine an affiant on oral deposition. 
If any opponent requests cross-examination of an affiant, the 
party shall notice a deposition at a reasonable location within 
the United States under § 1.673(e) for the purpose of cross- 
examination by any opponent. Any redirect and recross shall 
take place at the deposition. At any deposition for the purpose 
of cross-examination of a witness, the party shall not be entitled 
to rely on any document or thing not mentioned in one or more 
of the affidavits filed under paragraphs (b) and (c) of this 
section, except to the extent necessary to conduct proper redi- 
rect. The party who gives notice of a deposition shall be respon- 
sible for providing a translator if the witness does not testify 
in English, for obtaining a court reporter, and for filing a 
certified transcript of the deposition as required by § 1.676. 
Within 45 days of the close of the period for taking cross- 
examination, the party shall serve (but not file) a copy of 
each transcript on each opponent together with copies of any 
additional documentary exhibits identified by the witness 
during the deposition. The pages of the transcripts served under 
this paragraph shall, to the extent possible, be sequentially 
numbered beginning with the number following the last page 
number of the party’s supplemental affidavits submitted under 
paragraph (c) of this section. The numbers assigned to the 
transcript pages shall also serve as the record page numbers 
for the transcripts in the party’s record filed under § 1.653. 
Additional exhibits identified in the transcripts, shall, to the 
extent possible, be given sequential numbers beginning with 
the number following the last number of the exhibits submitted 
under paragraphs (b) and (c) of this section. The exhibit num- 
bers assigned to the additional exhibits shall also serve as the 
exhibit numbers when those exhibits are filed with the party’s 
record. The deposition transcripts shall be accompanied by an 
index of the names of the witnesses, giving the number of the 
page where cross-examination, redirect and recross of each 
witness begins, and an index of exhibits of the type specified 
in paragraph (b) of this section. 

(e) [Reserved] ae 

(f) When a deposition is authorized to be taken within the 
United States under this subpart and if the parties agree in 
writing, the deposition may be taken in any place within the 
United States, before any person authorized to administer oaths, 
upon any notice, and in any manner, and when so taken may 
be used like other depositions. 

(g) If the parties agree in writing, the affidavit testimony of 
any witness may be submitted without opportunity for cross- 
examination. 

(h) If the parties agree in writing, testimony may be submitted 
in the form of an agreed statement setting forth how a particular 
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witness would testify, if called, or the facts in the case of one 
or more of the parties. The statement shall be filed in 
the Patent and Trademark Office. See § 1.653(a). 

(i) In an unusual circumstance and upon a showing | that 
testimony cannot be taken in accordance with the provisions 
of this subpart, an administrative patent judge upon motion (§ 


1.635) may authorize testimony to be taken in another manner. 


60. Section 1.673 is amended by revising paragraphs (a), 
(b) introductory text, paragraphs (c) through (e) and (g) to read 
as follows: 


§ 1.673 Notice of examination of witness. 


(a) A party authorized to take testimony of a witness by 
deposition shall, after complying with paragraphs (b) and (g) 
of this section, file and serve a single notice of deposition 
stating the time and place of each deposition to be taken. 
Depositions to be taken in the United States may be noticed 
for a reasonable time and place in the United States. A deposi- 
tion may not be noticed for any other place without approval 
of an administrative patent judge. The notice shall specify the 
name and address of each witness and the general nature of 
the testimony to be given by the witness. If the name of a 
witness is not known, a general description sufficient to identify 
the witness or a particular class or group to which the witness 
belongs may be given instead. 

(b) Unless the parties agree or an administrative patent judge 
or the Board determine otherwise, a party shall serve, but not 
file, at least three working days prior to the conference required 
by paragraph (g) of this section, if service is made by hand or 
Express Mail, or at least 14 days prior to the conference if 
service is made by any other means, the following: 
eee 


(c) A party shall not be permitted to rely on any witness not 
listed in the notice, or any document not served or any thing 
not listed as required by paragraph (b) of this section: 

(1) Unless all opponents agree in writing or on the record 
to permit the party to rely on the witness, document or thing, 
or 

(2) Except upon a motion (§ 1.635) promptly filed which is 
accompanied by any proposed notice, additional documents, 
or lists and which shows good cause why the notice, documents, 
or lists were not served in accordance with this section. 

(d) Each opponent shall have a full opportunity to attend a 
deposition and cross-examine. 

(e) A party who has presented testimony by affidavit and is 
required to notice depositions for the purpose of cross-examina- 
tion under § 1.672(b), shall, after complying with paragraph 
(g) of this section, file and serve a single notice of deposition 
stating the time and place of each cross-examination deposition 
to be taken. 


(g) Before serving a notice of deposition and after complying 
with paragraph (b) of this section, a party shall have an oral 
conference with all opponents to attempt to agree on a mutually 
acceptable time and place for conducting the deposition. A 
certificate shall appear in the notice stating that the oral confer- 
ence took place or explaining why the conference could not 
be had. If the parties cannot agree to a mutually acceptable 
place and time for conducting the deposition at the conference, 
the parties shall contact an administrative patent judge who 
shall then designate the time and place for conducting the 
deposition. 


eee 


61. Section 1.674 is amended by revising paragraph (a) to 
read as follows: 


§ 1.674 Persons before whom depositions may be taken. 
(a) A deposition shall be taken before an officer authorized 


to administer oaths by the laws of the United States or of the 
place where the examination is held. 
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62. Section 1.675 is amended by revising paragraph (d) to 
read as follows: 


§ 1.675 Examination of witness, reading and signing tran- 
script of deposition. . 


(d) Unless the parties agree in writing or waive reading and 
signature by the witness on the record at the deposition, when 
the testimony has been transcribed a transcript of the deposition 
shall, unless the witness refuses to read and/or sign the transcript 
of the deposition, be read by the witness and then signed by 
the witness in the form of: 

(1) An affidavit in the presence of any notary or 

(2) A declaration. 


63. Section 1.676 is amended by revising paragraph (a)(4) 
to read as follows: 


§ 1.676 Certification and filing by officer, marking exhibits. 


(a) * * * 
(4) The presence or absence of any opponent. 


64. Section 1.677 is revised to read as follows: 
§ 1.677 Form of an affidavit or a transcript of deposition. 


(a) An affidavit or a transcript of a deposition must be on 
opaque, unglazed, durable paper approximately 21.8 a 27.9 
cm. (8 1/2 by 11 inches) in size Soe Gaus size). The printed matter 
shall be double-spaced on one side of the paper in not smaller 
than 11 point type with a margin of 3.8 cm. (1 1/2 inches) on 
the left-hand side of the page. The pages of each transcript 
must be consecutively numbered and the name of the witness 
shall appear at the top of each page (§ 1.653(e)). In transcripts 
of depositions, the questions propounded to each witness must 
be consecutively numbered unless paper with numbered lines 
is used and each question must be followed by its answer. 

(b) Exhibits must be numbered consecutively to the extent 
possible and each must be marked as required by § 1.653(i). 


65. Section 1.678 is revised to read as follows: 
§ 1.678 Time for filing transcript of deposition. 


Unless otherwise ordered by an administrative patent judge, 
a certified i of a deposition must be filed in the Patent 
and Trademark Office within one month after the date of deposi- 
tion. If a party refuses to file a certified transcript, the adminis- 
trative patent judge or the Board may take appropriate action 
under § 1.616. If a party refuses to file a certified transcript, 
any opponent may move for leave to file the certified transcript 
and include a copy of the transcript as part of the opponent’s 
record. 


66. Section 1.679 is revised to read as follows: 


§ 1.679 Inspection of transcript. 


A certified transcript of a deposition filed in the Patent and 
Trademark Office may be inspected by any party. The certified 
transcript may not be removed from the Patent and Trademark 
Office unless authorized by an administrative patent judge upon 
such terms as may be appropriate. 


67. Section 1.682 is revised to read as follows: 
§ 1.682 Official records and printed publications. 


(a) A party may introduce into evidence, if otherwise admis- 
sible, an official record or printed publication not identified in 
an affidavit or on the record during an oral deposition of a 


witness, ee ee Bae 
tion or, if appropriate, a notice under § 1.671(e). If the official 
record or printed publication relates to the party’s case-in-chief, 
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it shall be filed or noticed together with any affidavits filed by 
the party under § 1.672(b) for its case-in-chief or, if the party 
does not serve any affidavits under § 1.672(b) for its case-in- 
chief, no later than the date set by an administrative patent 
judge for the party to file affidavits under § 1.672(b) for its 
case-in-chief. If the official record or printed publication relates 
to rebuttal, it shall be filed or noticed together with any affida- 
vits filed by the party under § 1.672(b) for the its case-in- 
rebuttal or, if the party does not file any affidavits under § 
1.672(b) for its case-in-rebuttal, no later than the date set by 
an administrative patent judge for the party to file affidavits 
under § 1.672(b) for its case-in-rebuttal. Official records and 
printed publications filed under this paragraph shall be assigned 
sequential exhibit numbers by the party in the manner set forth 
in § 1.672(b). The official record and printed publications shall 
be accompanied by a paper which shall: 

(1) Identify the official record or printed publication; 

(2) Identify the portion thereof to be introduced in evidence; 
and 

(3) Indicate generally the relevance of the portion sought to 
be introduced in evidence. 

(b) [Reserved] 

(c) Unless otherwise ordered by an administrative patent 
judge, any written objection by an opponent to the paper or to 
the admissibility of the official record or printed publication 
shall be filed no later than the date set by the administrative 
patent judge for the opponent to file objections under § 1.672(c) 
to affidavits submitted by the party under § 1.672(b). An oppo- 
nent who fails to object to the admissibility of the official 
record or printed publication on a ground that could have been 
raised in a timely objection under this paragraph will not be 
entitled to move under § 1.656(h) to suppress the evidence on 
that . If an opponent timely files an objection, the party 
may respond by filing one or more supplemental affidavits, 
official records or printed publications, which must be filed 
together with any supplemental evidence filed by the party 
under § 1.672(c) or, if the party does not file any supplemental 
evidence under § 1.672(c), no later than the date set by an 
administrative patent judge for the party to file supplemental 
affidavits under § 1.672(c). No objection to the admissibility 
of the supplemental evidence shall be made, except as provided 
by § 1.656(h). The pages of supplemental affidavits and the 
exhibits filed under this section shall be sequentially numbered 
by the party in the manner set forth in § 1.672(c). The supple- 
mental affidavits and exhibits shall be accompanied by an index 
of witnesses and an index of exhibits of the type required by 
§ 1.672(b). 

(d) Any request by an opponent to cross-examine on oral 
—— the affiant of a supplemental affidavit submitted 

under paragraph (c) of this section shall be filed no later than 

the date set by the administrative patent judge for the opponent 
to file a request to cross-examine an affiant with respect to an 
affidavit served by the party under § 1.672(b) or (c). If any 
opponent requests cross-examination of an affiant, the party 
shall file notice of a deposition for a reasonable location within 
the United States under § 1.673(e) for the purpose of cross- 
examination by any opponent. Any redirect and recross shall 
take place at the deposition. At any deposition for the purpose 
of cross-examination of a witness, the party shall not be entitled 
to rely on any document or thing not mentioned in one or more 
of the affidavits filed under this ow. except to the extent 
necessary to conduct proper redirect. The party who gives 
notice of a deposition shall be responsible for providing a 
translator if the witness does not testify in English, for obtaining 
a court reporter, and for filing a certified transcript of the 
deposition as required by § 1.676. Within 45 days of the close 
of the period for taking cross-examination, the party shall serve 
(but not file) a copy of each deposition transcript on each 
opponent together with copies of any additional documentary 
exhibits identified by the witness during the deposition. The 
pages of deposition transcripts and exhibits served under this 
be sequentially numbered by the party in the 

manner set forth in § 1.672(d). The deposition transcripts shall 
be accompanied by an index of the names of the witnesses, 
giving the number of the page where cross-examination, redi- 
rect and recross of each witness begins, and an index of exhibits 


of the type specified in § 1.672(b). 
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68. Section 1.683 is revised to read as follows: 


§ 1.683 Testimony in another interference, proceeding, or 


(a) A party may introduce into evidence, if otherwise admis- 
sible, testimony by affidavit or oral deposition and referenced 
exhibits from another interference, ing, or action invol- 
ving the same parties by filing a copy of the affidavit or a 
copy of the transcript of the oral deposition and the referenced 
exhibits. If the testimony and referenced exhibits relate to the 
party’s case-in-chief, they shall be filed together with any affi- 
davits served by the party under § 1.672(b) for its case-in-chief 
or, if the party does not file any affidavits under § 1.672(b) 
for its case-in-chief, no later than the date set by an administra- 
tive patent judge for the party to file affidavits under § 1.672(b) 
for its case-in-chief. If the testimony and referenced exhibits 
relate to rebuttal, they shall be filed together with any affidavits 
served by the party under § 1.672(b) for its case-in-rebuttal or, 
if the party does not file any affidavits under § 1.672(b) for 
its case-in-rebuttal, no later than the date set by an administra- 
tive patent judge for the party to file affidavits under § 1.672(b) 
for its case-in-rebuttal. Pages of affidavits and deposition tran- 
scripts served under this paragraph and any new exhibits served 
therewith shall be assigned sequential numbers by the party in 
the manner set forth in § 1.672(b). The testimony shall be 
accompanied by a paper which specifies with particularity the 
exact testimony to be used and demonstrates its relevance. 

(b) Unless otherwise ordered by an administrative patent 
judge, any written objection by an opponent to the paper or 
the admissibility of the testimony and referenced exhibits filed 
under this section shall be filed no later than the date set by 
the administrative patent judge for the opponent to file any 
objections under § 1.672(c) to affidavits submitted by the party 
under § 1.672(b). An opponent who fails to challenge the 
admissibility of the testimony or referenced exhibits on a ground 
that could have been raised in a timely objection under this 
paragraph will not be entitled to move under § 1.656(h) to 
suppress the evidence on that ground. If an opponent timely 
files an objection, the party may respond with one or more 
supplemental affidavits, official records or printed publications, 
which must be filed together with any supplemental evidence 
filed by the party under § 1.672(c) or, if the party does not 
file any supplemental evidence under § 1.672(c), no later than 
the date set by an administrative patent judge for the party to 
file supplemental evidence under § 1.672(c). No objection to 
the admissibility of the evidence contained in or submitted with 
a supplemental affidavit shall be made, except as provided by 
§ 1.656(h). The pages of supplemental affidavits and the 
exhibits filed under this section shall be sequentially numbered 
by the party in the manner set forth in § 1.672(c). The supple- 
mental affidavits and exhibits shall be accompanied by an index 
of witnesses and an index of exhibits of the type required by 
§ 1.672(b). 

(c) Any request by an opponent to cross-examine on oral 
deposition the affiant of an affidavit or supplemental affidavit 
submitted under paragraph (a) or (b) of this section shall be 
filed no later than the date set by the administrative patent 
judge for the opponent to file a request to cross-examine an 
affiant with respect to an affidavit filed by the party under § 
1.672(b) or (c). If any opponent requests cross-examination of 
an affiant, the party shall file a notice of deposition for a 
reasonable location within the United States under § 1.673(e) 
for the purpose of cross-examination by any opponent. Any 
redirect and recross shall take place at the deposition. At any 
deposition for the of cross-examination of a witness, 
the party shall not be entitled to rely on any document or thing 
not mentioned in one or more of the affidavits filed under this 
paragraph, except to the extent necessary to conduct proper 
redirect. The party who gives notice of a deposition shall be 
responsible for providing a translator if the witness does not 
testify in English, for obtaining a court reporter, and for filing 
a certified transcript of the deposition as required by § 1.676. 
Within 45 days my the close of the period for taking cross- 
examination, the party shall serve (but not file) a copy of each 
deposition transcript on each opponent together with copies of 
any additional documentary exhibits identified by the witness 
during the deposition. The pages of deposition transcripts and 
exhibits served under this paragraph shall be sequentially num- 
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bered by the party in the manner set forth in § 1.672(d). The 
deposition transcripts shall be accompanied by an index of the 
names of the witnesses, giving the number of the page where 
cross-examination, redirect and recross of each witness begins, 
and an index of exhibits of the type specified in § 1.672(b). 


69. Section 1.684 is removed and reserved. 


70. Section 1.685 is amended by revising paragraphs (d) and 
(e) to read as follows: 


§ 1.685 Errors and irregularities in depositions. 


see 


(d) An objection to the deposition on any grounds, such as 
the competency of a witness, admissibility of evidence, manner 
of taking the deposition, the form of questions and answers, any 
oath or affirmation, or conduct of any party at the deposition, is 
waived unless an objection is made on the record at the deposi- 
tion stating the specific ground of objection. Any objection 
which a party wishes considered by the Board at final hearing 
shall be included in a motion to suppress under § 1.656(h). 

(e) Nothing in this section precludes taking notice of plain 
errors affecting substantial rights although they were not 
brought to the attention of an administrative patent judge or 
the Board. 


71. Section 1.687 is amended by revising paragraph (c) to 
read as follows: 


§ 1.687 Additional discovery. 


s*e2% 


(c) Upon a motion (§ 1.635) brought by a party within the 
time set by an administrative patent judge under § 1.651 or 
thereafter as authorized by § 1.645 and upon a showing that 
the interest of justice so requires, an administrative patent judge 
may order additional discovery, as to matters under the control 
of a party within the scope of the Federal Rules of Civil Proce- 
dure, specifying the terms and conditions of such additional 
discovery. See § 1.647 concerning translations of documents 
in a foreign language. 


es*e¢% 


72. Section 1.688 is revised to read as follows: 
§ 1.688 Use of discovery. 


(a) If otherwise admissible, a party may introduce into evi- 
dence an answer to a written request for an admission or an 
answer to a written interrogatory obtained by discovery under 
§ 1.687 by filing a copy of the request for admission or the 
written interrogatory and the answer. If the answer relates to 
a party’s case-in-chief, the answer shall be served together with 
any affidavits served by the party under § 1.672(b) for its case- 
in-chief or, if the party does not serve any affidavits under § 
1.672(b) for its case-in-chief, no later than the date set by an 
administrative patent judge for the party to serve affidavits 
under § 1.672(b) for its case-in-chief. If the answer relates to 
the party’s rebuttal, the answer shall be served together with 
any affidavits served by the party under § 1.672(b) for the its 
case-in-rebuttal or, if the party does not serve any affidavits 
under § 1.672(b) for its case-in-rebuttal, no later than the date 
set by an administrative patent judge for the party to serve 
affidavits under § 1.672(b) for its case-in-rebuttal. 

(b) Unless otherwise ordered by an administrative patent 
judge, any written objection to the admissibility of an answer 
shall be filed no later than the date set by the administrative 
patent judge for the opponent to file any objections under § 
1.672(c) to affidavits submitted by the party under § 1.672(b). 
An opponent who fails to challenge the admissibility of an 
answer on a ground that could have been raised in a timely 
objection under this paragraph will not be entitled to move 
under § 1.656(h) to suppress the evidence on that ground. If 
an opponent timely files an objection, the party may respond 
with one or more supplemental affidavits, which must be filed 
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together with any supplemental evidence filed by the party 
under § 1.672(c) or, if the party does not file any supplemental 
evidence under § 1.672(c), no later than the date set by an 
administrative patent judge for the party to file supplemental 
affidavits under § 1.672(c). No objection to the admissibility 
of the evidence contained in or submitted with a supplemental 
affidavit shall be made, except as provided by § 1.656(h). The 
pages of supplemental affidavits and the exhibits filed under 
this section shall be sequentially numbered by the party in the 
manner set forth in § 1.672(c). The supplemental affidavits and 
exhibits shall be accompanied by an index of witnesses and 
an index of exhibits of the type required by § 1.672(b). 

(c) Any request by an opponent to cross-examine on oral 
deposition the affiant of a supplemental affidavit submitted 
under paragraph (b) of this section shall be filed no later than 
the date set by the administrative patent judge for the opponent 
to file a request to cross-examine an affiant with respect to an 
affidavit filed by the party under § 1.672(b) or (c). If any 
opponent requests cross-examination of an affiant, the party 
shall file a notice of deposition for a reasonable location within 
the United States under § 1.673(e) for the purpose of cross- 
examination by any opponent. Any redirect and recross shall 
take place at the deposition. At any deposition for the purpose 
of cross-examination of a witness, the party shall not be entitled 
to rely on any document or thing not mentioned in one or more 
of the affidavits filed under this paragraph, except to the extent 
necessary to conduct proper redirect. The party who gives 
notice of a deposition shall be responsible for providing a 
translator if the witness does not testify in English, for obtaining 
a court reporter, and for filing a certified transcript of the 
deposition as required by § 1.676. Within 45 days of the close 
of the period for taking cross-examination, the party shall serve 
(but not file) a copy of each deposition transcript on each 
opponent together with copies of any additional documentary 
exhibits identified by the witness during tie deposition. The 
pages of deposition transcripts and exhibits served under this 
paragraph shall be sequentially numbered by the party in the 
manner set forth in § 1.672(d). The deposition transcripts shall 
be accompanied by an index of the names of the witnesses, 
giving the number of the page where cross-examination, redi- 
rect and recross of each witness begins, and an index of exhibits 
of the type specified in § 1.672(b). 

(d) A party may not rely upon any other matter obtained 
by discovery unless it is introduced into evidence under this 
subpart. 


73. Section 1.690 is amended by revising paragraphs (a), 
(b) and (c) to read as follows: 


§ 1.690 Arbitration of interferences. 


(a) Parties to a patent interference may determine the interfer- 
ence or any aspect thereof by arbitration. Such arbitration shall 
be governed by the provisions of Title 9, United States Code. 
The parties must notify the Board in writing of their intention 
to arbitrate. An agreement to arbitrate must be in writing, 
specify the issues to be arbitrated, the name of the arbitrator 
or a date not more than thirty (30) days after the execution of 
the agreement for the selection of the arbitrator, and provide 
that the arbitrator’s award shall be binding on the parties and 
that judgment thereon can be entered by the Board. A copy of 
the agreement must be filed within twenty (20) days after its 
execution. The parties shall be solely responsible for the selec- 
tion of the arbitrator and the rules for conducting proceedings 
before the arbitrator. Issues not disposed of by the arbitration 
will be resolved in accordance with the procedures established 
in this subpart, as determined by the administrative patent judge. 

(b} An arbitration proceeding under this section shall be 
conducted within such time as may be authorized on a case- 
by-case basis by an administrative patent judge. 

(c) An arbitration award will be given no consideration unless 
it is binding on the parties, is in writing and states in a clear 
and definite manner the issue or issues arbitrated and the dispo- 
sition of each issue. The award may include a statement of the 
grounds and reasoning in support thereof. Unless otherwise 
ordered by an administrative patent judge, the parties shall give 
notice to the Board of an arbitration award by filing within 
twenty (20) days from the date of the award a copy of the 
award signed by the arbitrator or arbitrators. When an award 
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is timely filed, the award shall, as to the parties to the arbitration, 
be dispositive of the issue or issues to which it relates. 


BRUCE A LEHMAN 

Assistant Secretary of Commerce 
and Commissioner of Patents 
and Trademarks 


March 3, 1995 


[1173 OG 36] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 910514-1195] 
[RIN: 0651-AA49] 


Patent Interference Proceedings 


(121) 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
its rules of practice in patent interference cases. The U.S. Dis- 
trict Court for the District of Columbia recently decided Kochler 
v. Mustonen, Civil Action No. 90-1074 (D.D.C. Apr. 23, 1991). 
The District Court held that PTO practice regarding taking of 
testimony abroad was not clear. PTO rules require that a testi- 
mony period be set. The rules also require that testimony be 
taken during the testimony period. Rule 684 authorizes testi- 
mony to be taken abroad. However, rule 684 requires that a 
motion be filed for leave to take testimony abroad and that the 
motion be filed before the close of a party’s testimony period. 
The District Court suggested :hat a motion to take testimony 
abroad, filed in PTO on the last day of the testimony period, 
could be considered timely even though taking of the testimony 
might occur after the testimony period. By this amendment, 
PTO will continue to authorize the filing of a motion to take 
testimony abroad. However, a party will have to file the motion 
within a time such that the testimony can be taken during the 
testimony period set under PTO rule 651. 

Effective Date: Sept. 27, 1991 

For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, DC 20231. 

Supplementary Information: The PTO conducts interference 
proceedings to determine who as between two or more appli- 
cants for patent or one or more applicants and one or more 
patentees is the first inventor of a patentable invention. As part 
of its proofs in an interference, a party may request leave to 
take testimony abroad. 37 CFR § 1.684 (1990). 

The U.S. District Court for the District of Columbia recently 
decided Kochler V. Mustonen, Civil Action No. 90-1074 
(D.D.C. Apr. 23, 1991). The District Court held that PTO 
practice regarding taking of testimony abroad was not clear. 
PTO rule 651 (37 CFR § 1.651 (1990)) requires that a testimony 
period be set. Rule 651 also requires that testimony be taken 
during the testimony period. Rule 684 (37 CFR § 1.684 (1990)) 
authorizes testimony to be taken abroad. However, rule 684 
requires that a motion be filed for leave to take testimony 
abroad and that the motion be filed before the close of a party’s 
testimony period. The District Court suggested that a motion 
to take testimony abroad, filed in PTO on the last day of 
the testimony period, could be considered timely even though 
taking of the testimony might occur after the testimony period. 

In a notice of rule making published in the FED- 
ERAL REGISTER on June 12, 1991 56 FR 26949, paragraphs 
(a) and (d) of rule 651 and rule 684 were proposed to be revised 
to require a party to file the motion to take testimony abroad 
within a time such that the testimony could be taken during 
the testimony period set under PTO rule 651. 

One written comment was submitted by a Chief Executive 
Officer who stated his support of the proposed amendment. 
An attorney commented that the amendment of § 
1.684 appeared to foreclose the taking of testimony beyond 
any original time set under § 1.651. The attorney suggested 
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language be added to paragraph (c) stating the alternative that 
testimony abroad must be completed within the time set under 
§ 1.651 or by the Examiner-in-Chief. This suggestion has been 


Other Considerations: The rule changes are in conformity with 
the requirements of the Regulatory Flexibility Act (5 U.S.C. 601 
et. seq.), Executive Orders 12291 and 12612 and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et. seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant adverse economic i on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The prin- 
cipal impact of these changes is to clarify the need for taking 
testimony abroad during the testimony period. The rule changes 
include no additional or increased fees. Substantive rights are 
not adversely affected. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. Because most 
of the changes do not change burdens, there will be no major 
increase in costs or prices for consumers; individual industries; 
Federal, state or local government agencies; or geographic 
regions. There will be no significant adverse effects on competi- 
tion, employment, investment, productivity or innovation, or 
on the ability of United States-based enterprises to compete 
with foreign-based enterprises in domestic or export markets. 

The rule change will not impose any additional burden under 
the paperwork Reduction Act of 1980, 44 U.S.C. 350let seq. 

The Office has also determined that this rule change has no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions 
and patents. 


For the reasons set forth in the preamble and pursuant to 
the authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 135, the PTO is amending 37 CFR 
part 1 as follows: 


Part 1 —Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR pari 1, Suspart E, 
continues to read as follows: 


Authority: 35. U.S.C. 6, 23, 41 and 135. 
2. Section 1.651 is revised as follows: 


§ 1.651 Setting times for discovery and taking testimony, 
parties entitled to take testimony. 


(a) At an appropriate stage in an interference, an examiner- 
in-chief shall set (1) a time for filing motions (§ 1.635) for 
additional discovery under § 1.687(c) and (2) testimony periods 
for taking any necessary testimony (testimony includes testi- 
mony to be taken abroad under § 1.684). 

(b) Where appropriate, testimony periods will be set to permit 
a 


Party to 
(1) Present its case-in-chief and/or case-in-rebuttal and/ 
or 


(2) Cross-examine an opponent’s case-in-chief and/or a 
case-in-rebuttal. 

(c) A party is not entitled to take testimony to present a 
case-in-chief unless: 

(1) The examiner-in-chief orders the taking of testimony 
under § 1.639(c); 

(2) The party alleges in its preliminary statement a date 
of invention prior to the earlier of the filing date or effective 
filing date of the senior party; 

(3) A testimony period has been set to permit an opponent 
to prove a date of the invention prior to the earlier of the filing 
date or effective filing date of the party and the party has filed 
a pend statement alleging a date of invention prior to 

the date; or 
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(4) A motion (§ 1.635) is filed showing good cause why 
a testimony period should be set. 

(d) Testimony, including any testimony to be taken abroad 
under § 1.684, shall be taken and completed during the testi- 
mony periods set under paragraph (a) of this section. A party 
seeking to extend the period for taking testimony must comply 
with § 1.635 and § 1.645(a). 


3. Section 1.684 is revised as follows: 
§ 1.684 Testimony in a foreign country. 


(a) An examiner-in-chief may authorize testimony of a wit- 
ness to be taken in a foreign country. A party seeking to take 
testimony in a foreign country shall, promptly after the testi- 
mony eo is set, file a motion (§ 1.635): 

(1) Naming the witness 

(2) Describing the particular facts to which it is expected 
that the witness will testify. 

(3) Stating the grounds on which the moving party believes 
that the witness will testify. 

(4) Demonstrating that the expected testimony is relevant. 

(5) Demonstrating that the testimony cannot be taken in 
this country at all or cannot be taken in this country without 
hardship to the moving party greatly exceeding the hardship 
to which all opposing parties will be exposed by the taking of 
the testimony in a foreign country. 

(6) Accompanied by an affidavit stating that the motion 
is made in good faith and not for the purpose of delay or 
harassing any party. 

(7) ‘Accompanied by written interrogatories to be asked 
of the witness. 

(b) Any opposition under § 1.638(a) shall state any objection 
to the written interrogatories and shall include any cross-inter- 
rogatories to be asked of the witness. A reply under § 1.638(b) 
may be filed and shall be limited to stating any objection to 
any cross-interrogatories proposed in the opposition. 

(c) If the motion is granted, taking of the testimony abroad 
must be completed within the testimony period set under § 
1.651 or within such time as may be set by the Examiner-in- 
Chief. The moving party shall be responsible for obtaining 
answers to the interrogatories and cross-interrogatories before 
an officer qualified to administer oaths in the foreign country 
under the laws of the United States or the foreign country. The 
officer shall prepare a transcript of the interrogatories, cross- 
interrogatories, and recorded answers to the interrogatories and 
cross-interrogatories and shall transmit the transcript to BOX 
INTERFERENCE, Commissioner of Patents and Trademarks, 
Washington, DC 20231, with a certificate signed and sealed 
by the officer and showing: 

(1) The witness was duly sworn by the officer before 
answering the interrogatories and cross-interrogatories. 

(2) The recorded answers are a true record of the answers 
given by the witness to the interrogatories and cross-interroga- 
tories. 

(3) The name of the person by whom the answers were 
recorded and, if not recorded by the officer, whether the answers 
were recorded in the presence of the officer. 

(4) The presence or absence of any party. 

(5) The place, day, and hour that the answers were 
recorded. 

(6) A copy of the recorded answers was read by or to the 
witness before the witness signed the recorded answers and 
that the witness signed the recorded answers in the presence 
of the officer. The officer shall state the circumstances under 
which a witness refuses to read or sign recorded answers. 

(7) The officer is not disqualified under § 1.674. 

(d) If the ies agree in writing, the testimony may be 
taken before the officer on oral deposition. 

P A party taking testimony in a foreign country shall have 

the burden of proving that false swearing in the giving of 
testimony is punishable as perjury under the laws of the foreign 
country. Unless false swearing in the giving of testimony before 
the officer shall be punishable as perjury under the laws of the 
foreign country where testimony is taken, the testimony shall 
be entitled to the same weight as testimony taken in the United 
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States. The weight of the testimony shall be determined in each 
case. 


Aug. 22, 1991 HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
[1136 OG 40] 


(122) De it of Commerce 


partmen 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 921118-3184] 
RIN: 0651-AA63 


Patent Interference Practice Burden of Proof 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
its rules of practice in patent interference cases. The amended 
rules specify that a party filing a motion has the burden of 
proof for that motion. The amended rules also more clearly 
state the nature of expert-witness and fact-witness evidence 
that must accompany a preliminary motion. Moreover, a defini- 
tion of “interlocutory order,” as contrasted with a final decision, 
is added to clarify the meaning of “interlocutory order.” 
Effective Date: Oct. 25, 1993. These rules will apply to all 
papers filed with the PTO on or after the effective date. 

For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 305-9035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington D.C. 20231. 

Supplementary Information: A Notice of Proposed Rulemaking 
was published in the Federal Register (58 FR 528) on Jan. 6, 
1993, and in the Official Gazette of the PTO (1147 Off. Gaz. 
11) on Feb. 2, 1993. Comments were due Mar. 8, 1993. Four 
comments were received. 

The PTO proposed moving the presumption of correctness 
of an interlocutory order, which is presently in 37 CFR § 
1.655(a), to a proposed new subsection 1.601(q). The PTO also 
proposed to make explicit in 37 CFR § 1.637(a) that a party 
filing a motion has the burden of proving why it is entitled to 
the relief sought in the motion. 

The PTO proposed to amend 37 CFR § 1.639 to incorporate 
guidance provided in Hanagan v. Kimura, 16 USPQ2d 1791, 
1794 (Comm’r Pat. 1990). Subsection (c) of § 1.639 was pro- 
posed to be amended to refer to “additional evidence in the 
form of testimony” so as to distinguish the evidence needed 
under subsection (c) from evidence submitted under subsections 
(a) and (b). Subsection (d) to 37 CFR § 1.639 was proposed 
to be added to specify that the nature of evidence that must 
be submitted when an opinion of an expert is needed. Subsection 
(e) was proposed to be added to specify the nature of evidence 
that must be submitted when a statement of a fact witness is 
to be relied upon. Subsection (f) was proposed to be added to 
specify the nature of a showing that should be made when a 
statement of an opponent is needed or evidence in possession 
of an opponent is needed. Subsection (g) was proposed to be 
added to specify the nature of evidence that must be supplied 
if inter partes tests are to be conducted. 

Present 37 CFR 1.655(a) was proposed to be amended by 
deleting the last sentence, which would be moved to and be 
included in the proposed definition of interlocutory order in 
proposed subsection 1.601(g). 

The PTO received one comment that endorsed the proposed 
rulemaking, but was otherwise directed to an earlier rulemaking. 

The PTO received two comments regarding proposed subsec- 
tion 1.601(q). One comment suggested that procedural rules 
should not be placed in a definition. The comment suggested 
that the last two sentences of proposed subsection 1.601(q), 
which deal with the presumed correctness of interlocutory 
orders, be in a new subsection of section 1.655. This suggestion 

is adopted in part. The last two sentences of subsection 1.601(q) 
will be moved to the end of subsection 1.655(a). 

A second comment challenged the sufficiency of the notice 
in the proposed rulemaking. The comment noted that the word 
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“manifest” was omitted from the portion of — subsection 
1.655(a) that was moved to new subsection 1.601(q) and that 
the word “manifestly” was omitted from the remainder of sub- 
section 1.655(a). The comment that the Notice of Pro- 
posed Rulemaking did not provide sufficient notice of these 
omissions, which the comment characterized as substantive 
changes, and thus violates the requirements of 5 U.S.C. § 553. 
This comment is not adopted. 

The Notice of Proposed Rulemaking gave specific notice of 
the actual terms of the proposed rule. Cf. § 553(b) (requiring 
“{gleneral notice” of “either the terms or substance of the 

tule or a description of the subjects and issues 
involved.”) In any case, no change actually occurs because 
the omitted words, “manifest” and “manifestly”, in 37 CFR § 
1.655(a) are unnecessary. No board decision is known to have 
relied on the distinction between “error”, “clear error”, and 
“manifest error”. In appellate courts, manifest error is an 
extremely deferential standard of ae — is closely tied to 
the abuse-of-discretion standard. See atascope Corp. v. 
SMEC, Inc., 879 F.2d 820, 827-28, if ‘usPond 1321, 1326 
(Fed. Cir. 1989) (finding no manifest error). Board review of an 
examiner-in-chief’s interlocu orders is not an independent 
review of a final decision by a lower tribunal. The board is 
the only entity that may decide interferences, 35 U.S.C. § 
135(a), and the examiner-in-chief, who is a member of the 
board, 35 U.S.C. § 7(a), is almost always a member of the panel 
that ultimately decides the interference. Thus, an extremely 
deferential standard of appeal in this context is inappropriate. 

The PTO received one comment regarding proposed subsec- 
tion 1.637(a). The comment noted that subsection 1.637(a) had 
been misprinted so that the text “a statement of the precise 
relief requested, (2)” had been omitted following the “(1)”. 
The comment is correct, the omission was a misprint, and the 
omitted text has been restored. 

The PTO received one comment regarding 37 CFR § 
1.639(b). The comment suggested that all proofs introduced 
under subsection 1.639(b) remain in the record after the decision 
on the preliminary motions unless the proofs are expressly 
withdrawn. The opposing party could treat such proofs as sub- 
section 1.672(b) declarations and request an opportunity to 
cross examine the declarants. The suggestion is not adopted 
because it is beyond the scope of the present rulemaking. 

The PTO received one comment regarding subsection 
1.639(c). The comment assumed that the word “needed” had 
been intentionally deleted from the end of the first sentence 
of subsection 1.639(c), but noted that the deletion was not 
mentioned in the summary. The assumption is correct. This 
deletion is grammatically required after the addition of the text 
amending subsection 1.639(c). 

The PTO received two comments regarding codification of 
the Hanagan guidelines in subsections 1.639(d)-(g). One com- 
ment endorsed codification of the Hanagan guidelines, but 
suggested that the codification be reformulated to increase flexi- 
bility. In particular, the comment pointed to the unusual case 
described in the Notice of Proposed Rulemaking where an 
opponent to a preliminary motion was overwhelmed with evi- 
dence. The comment suggested that the mandatory require- 
ments of subsection 1.639, as amended, be revised to state that 
the information required under the Hanagan guidelines “should 
ordinarily” be provided. The comment is not adopted. 

When necessary, a party opposing a preliminary motion 
should request an extension of time to submit the information 
described in subsections 1.639(d) through (g), which do not 
require the submission of the actual testimony or evidence. In 
contrast, in the example discussed in the Notice of 
Rulemaking, the examiner-in-chief deferred consideration of 
the preliminary motion until the final hearing to allow the 
opponent time to prepare a full opposition, which included 
the actual evidence the opponent relied upon to support the 
opposition. As the Notice of Proposed Rulemaking pointed 
out, examiners-in-chief have, and should exercise, discretion 
to extend time or otherwise remedy lems that may arise 
when applying the requirements of section 1.639 in specific 
cases. 


A second comment suggested that the requirements of sub- 
sections 1.639(d) and (e) duplicate the declarations submitted 
under 37 CFR § 1.672(b). The comment recommends that the 
rules be revised to require a subsection 1.672(b) declaration 
be submitted once, during the motions period, in support of an 
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— to a preliminary motion. The recommendation is 


ga be el 1.672(b) is directed to the technical requirements 
for submitting affidavits or depositions for testimony that will 
not be compelled. Subsection 1.639(c), which invokes the 
requirements of subsections 1.639(d) and (e), requires a descrip- 
tion of the proposed testimony, not an affidavit or deposition 
of the testimony itself. A request under subsection 1.639(c) 
must describe the nature of the testimony being sought so 
the examiner-in-chief can determine whether the testimony is 
actually needed. Hanagan, 16 USPQ2d at 1794. Subsection 
1.639(c) is intended to address the situation where evidence in 
the form of testimony is not available to the party asserting a 
need for the evidence. The Hanagan guidelines require such 
a party to justify the delay and inconvenience that may result 
by explaining what the party ex the testimony to prove. 
To this end, subsection 1.639(c) is revised to clarify that it 
only applies to testimony that is unavailable to the party seeking 
the testimony. 


OTHER CONSIDERATION 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C.601 et seq.), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et. seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principle 
impact of these changes would be to clarify procedure in patent 
interferences and thereby eliminate ambiguity that may exist 
in current rules. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. There will be 
no major increase in costs or prices for consumers; individuals; 
industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant effects on competi- 
tion, employment, investment, productivity, innovation, or on 
the ability of the United States-based enterprises to compete 
with foreign-based enterprises in domestic or export markets. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

These rule changes will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
recordkeeping or reporting requirements within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 

Administrative practice and procedure, Courts, Inventions 
and patents. 
PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.601 is amended by adding paragraph (q) to read 
as follows: 
§ 1.601 Scope of rules, definitions. 


**e* ee * 


(q) A final decision is a decision awarding judgement as to 
all counts. An interlocutory order is any other action taken by 
an examiner-in-chief or a panel of the Board in an interference, 
including the notice declaring an interference. 


3. Section 1.637 is amended by revising paragraph (a) to 
read as follows: 


§ 1.637 Content of motions. 


(a) A party filing a motion has the burden of proof to show 
that it is entitled to the relief sought in the motion. Every motion 
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shall include (1) a statement of the precise relief requested, (2) 
a statement of the material facts in support of the motion, and 
(3) a full statement of the reasons why the relief requested 
should be granted. 


*e# ee * 


4. Section 1.639 is amended by revising paragraph (c) and 
by adding paragraphs (d) through (g) as follows: 


§ 1.639 Evidence in support of motion, opposition, or reply. 


*e ee * 


(c) If a party believes that additional evidence in the form 
of testimony that is unavailable to the party is necessary to 
support or oppose a preliminary motion under § 1.633 or a 
motion to correct inventorship under § 1.634, the party shall 
describe the nature of any proposed testimony as specified in 
paragraphs (d) through (g) of this section. If the examiner-in- 
chief finds that testimony is needed to decide the motion, the 
examiner-in-chief finds that testimony is needed to decide the 
motion, the examiner-in-chief may grant appropriate interlocu- 
tory relief and enter an order authorizing the taking of testimony 
and deferring a decision on the motion to final hearing. 

(d) When additional evidence in the form of expert-witness 
testimony is needed in support of or opposition to a preliminary 
motion, the moving party or opponent should: 

(1) identify the person whom it expects to call as an expert; 
(2) state the field in which the person is alleged to be an 
expert; and 
(3) state: 
(i) the subject matter on which the person is expected 
to testify; 
(ii) the facts and opinions to which the person is 
expected to testify: and 
(iii) a summary of the grounds and basis for each 
opinion. 

(e) When additional evidence in the form of fact-witness 
testimony is necessary, state the facts to which the witness is 
expected to testify. 

(f) If the opponent is to be called, or if evidence in the 
possession of the opponent is necessary, explain the evidence 
sought, what it will show, and why it is needed. 

(g) When inter partes tests are to be performed, describe the 
tests stating what they will be expected to show. 


5. Section 1.655 is amended by revising paragraph (a) to 
read as follows: 


§ 1.655 Matters considered in rendering a final decision. 


(a) In rendering a final decision, the Board may consider 
any properly raised issue including (1) priority of invention, (2) 
derivation by an opponent from a party who filed a pre! 
statement under § 1.625, (3) patentability of the invention, (4) 
admissibility of evidence, (5) any interlocutory matter deferred 
to final hearing, and (6) any other matter necessary to resolve 
the interference. The Board may also consider whether any 
interlocutory order was erroneous or an abuse of discretion. 
All interlocutory orders shall be presumed to have been correct 
and the burden of showing error or an abuse of discretion 
shall be on the party attacking the order. When two or more 
interlocutory orders involve the same issue, the last entered 
order shall be presumed to have been correct. 


*e# ee * 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Sept. 16, 1993 


[1155 OG 65] 
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(123) Interference Practice: Matters Relating to 


Belated Preliminary Motions 


In some interference proceedings, evidence which would 
provide a basis for a preliminary motion under 37 CFR 1.633 
does not come to light until after a decision on prelimi 
motions has been entered. For example, a party may conclude, 
after hearing the opponent’s testimony, that the opponent’s 
application or patent does not comply with the “best mode” 
requirement of 35 USC § 112, first paragraph; or a prior art 
reference may be found which the party could not previously 
have located. The purpose of this notice is to clarify the policy 
of the Board of Patent Appeals and Interferences as to what 
steps the party must take if it wishes to have an issue based 
on such evidence considered by the Board. 

If the time for filing preliminary motions has expired, and 
then evidence comes to light which in the opinion of a party 
would provide basis for a preliminary motion under 37 CFR 
1.633, that party may not simply raise the matter in its brief 
at final hearing for the Board’s consideration. Rather, it is the 
policy of the Board that it will not consider the matter unless 
the party files promptly after the evidence becomes available: 

(1) the appropriate preliminary motion under 37 CFR 
1.633; and 

(2) a motion under 37 CFR 1.635 showing sufficient cause 
why the preliminary motion was not timely filed, as required 
by 49 CFR 1.645(b). This motion must include the certificate 
required by 37 CFR 1.637(b). 

If either party believes that additional evidence or discovery 
concerning the matter raised by the motion(s) is necessary, 
motions (1) and (2) should also be accompanied by or responded 
to by such other motions as may be iate, as for exemple, 
motions under 37 CFR 1.651(b) (4) or 1.687(c). 


SAUL I. SEROTA 
Chairman, Board of Patent 
Appeals and Interferences 


Oct. 6, 1992 


[1144 OG 8] 


(124) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 


[Docket No. 50103-7058] 
Arbitration of Patent Interference Cases 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending its 
rules to implement the arbitration provisions of section 105 of 
the Patent Law Amendments Act of 1984, Pub. L. 98-622. 
Effective Date: May 27, 1987. 

For Further Information Contact: Ian A. Calvert or Michael 
Sofocleous by telephone at (703) 557-4000 or by mail marked 
to the attention of either and addressed to Box Interference, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 


Supplementary Information: Section 105 of the Patent Law 

Amendments Act of 1984, enacted Nov. 8, 1984, provides for 
the arbitration of patent interference cases. Section 105, codified 
as 35 U.S.C. 135(d), provides: 


Parties to a patent interference, within such time as may be 
specified by the Commissioner by regulation, may determine 
such contest or any aspect thereof by arbitration. Such arbitra- 
tion shall be governed by the provisions of title 9 to the extent 
such title is not inconsistent with this section. The parties shall 
give notice of any arbitration award to the Commissioner, and 
such award shall, as between the parties to the arbitration, be 
dispositive of the issues to which it relates. The arbitration 
award shall be unenforceable until such notice is given. Nothing 
in this subsection shall preclude the Commissioner from deter- 
— patentability of the invention involved in the interfer- 


on The Patent and Trademark Office (PTO) conducts interfer- 
ence proceedings to determine any question of patentability 
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and priority of invention between two or more parties claiming 
the same patentable invention. An interference may be declared 
between two or more pending applications naming different 
inventors when, in the opinion of an examiner, the applications 
contain claims for the same patentable invention. An interfer- 
ence may be declared between one or more pending applications 
and one or more unexpired patents naming different inventors 
when, in the opinion of an examiner, any application and any - 
unexpired patent contain claims for the same patentable inven- 
tion. Patent interference cases can be quite expensive. Arbitra- 
tion may prove useful to minimize expenses in interference 
cases. The arbitration rule applies to all pending interferences. 


The PTO published an advance notice of rulemaking in the 
Federal Register of Jan. 16, 1985 (SO FR 2294-2296). The 
notice was also published in the Official Gazette on Feb. 12, 
1985 (1051 O.G. 9-10). The notice also appeared in the Bureau 
of National Affairs’ Patent, Trademark and Copyright Journal, 
Vol. 29, p. 310 (Jan. 24, 1985), hereinafter “BNA.” Five written 
comments were received in response to the advance notice. 

A notice of proposed rulemaking was published in the Federal 
Register on Sept. 15, 1986 (51 FR 32756-32762), in the Official 
Gazette on Oct. 21, 1986 (1071 O.G. 25-31), and in BNA’s 
Patent, Trademark and Copyright Journal, Vol. 32, pp. 552- 
558 (Sept. 18, 1986). In response to the notice, three comments, 
two in writing and one by telephone, were received. These 
comments are discussed herein. 

All written comments are available for public inspection in 
Rm. 10C01, Crystal Gateway 2, 1225 Jefferson Davis Hwy., 
Arlington, Va. 


Discussion of the Rule 


Under § 1.690 the arbitrator can determine issues of patent- 
ability as between the parties but a determination by him or 
her that the subject matter is patentable would not be binding 
upon the PTO. If the arbitrator’s award holds that a party’s 
claims corresponding to the count are unpatentable over prior 
art or under 35 U.S.C. 112, that determination would be binding 
on that party vis-a-vis the party’s opponent and would result 
in a judgment adverse to that party. The judgment, however, 
would not discharge the duty that each party has under 37 CFR 
1.56 to bring to the attention of the examiner in charge of its 
respective application any prior art and/or reason relied upon 
by the arbitrator in the determination of unpatentability. 

It is the longstanding practice of the PTO to favor the settle- 
ment of interferences and the PTO looks with favor on all proper 
—_— in that direction as being conducive to the termination of 

the proceeding. See 4 Revise and Caesar, Interference Law 
and Practice, section 861, p. 2956 (Michie Co. 1948) and the 
Commissioner’s Notice of Nov. 9, 1976, titled, “Extensions of 
Time and Filing of Papers in Interferences,” 953 Official 
Gazette 2 (Dec. 7, 1976). In this regard, the notice states that: 


oe? ion or motions for extensions of time under 
37 CFR 1.245 will not henceforth be approved or granted, 
respectively, unless accompanied by a detailed showing of facts 
sufficient to establish that the action for which the extension 
is sought could not have been or cannot be taken or completed 
during the time previously set therefor, and that the entire 
extension appears necessary for the taking or completion of 
that action. Since the Office favors the amicable settlement of 
interferences, the foregoing requirement will be liberally 
applied in the case of a first request for extension of time for 
the purpose of negotiating settlement. 


Consequently, the examiner-in-chief may give favorable con- 
sideration to a motion for an extension of time for 
of settlement; however, a further motion for an extension for 
that purpose would not be granted unless it is accompanied by 
a schedule of specific dates showing that the parties will make 
a good faith effort to ly terminate the g. If 
preliminary motions under 37 CFR 1.633 have not been filed, 
the examiner-in-chief would not normally extend the time for 
their filing merely for purposes of settlement. In these circum- 
stances, the examiner-in-chief would require that the prelimi- 
nary motions be filed or that their filing be waived. 

If the proceeding is in the testimony stage, the examiner-in- 
chief could grant the parties’ motion to extend all the unexpired 
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testimony times to close concurrently on the date the record 
is due provided they file a stipulation that any evidence to be 
submitted will be in one of the forms specified in 37 CFR 
1.672(e) and (f), i.e., affidavit testimony or a stipulation either 
as to what a particular witness would testify to if called or the 
facts in the case of any 

Analogously, the aforesaid practice would apply to arbitra- 
tion. Section 1.690 requires that parties who intend to arbitrate 
an interference notify the examiner-in-chief in writing of their 
intention to arbitrate and file a copy of the arbitration agreement 
within 20 days of its execution. Pursuant to 35 U.S.C. 135(c) 
an agreement to arbitrate is considered to be one “made in 
connection with and in contemplation of the termination of the 
interference”. The agreement must be in writing a copy filed 
in the PTO within 20 days after its execution. The notification 
of intention to arbitrate must be made in a separate paper. 
Merely incorporating the notification in the agreement is not 
sufficient to comply with § 1.690(a). The parties also will be 
required to adhere to a time schedule approved by the examiner- 
in-chief such that the interference proceeding can be expedi- 
tiously resolved so as to prevent the unnecessary postponement 
of the beginning of the running of the term of any patent 
resulting from an application involved in the interference. 
Pritchard v. Loughlin, 361 F.2d 483, 149 USPQ 841 (CCPA 
1966). 

If the parties desire to arbitrate an interference prior to the 
close of the motion period, the examiner-in-chief will not nor- 
mally grant an extension of time for the purpose. The parties 
will be required to file their preliminary motions under 37 CFR 
1.633. After the motions are filed, the examiner-in-chief could 
grant an extension only upon compliance with 37 CFR 1 645 
which requires a showing of “gcod cause.” Such a “good cause” 
showing would normally include a schedule, agreed to by the 
parties, setting forth, inter alia, the dates for (1) executing the 
arbitration agreement, (2) determining priority and (3) termi- 
nating the interference. 


Section 1.690(a) requires that an arbitration agreement 
include the following: 


(1) The name of the arbitrator or a date certain (not more 
than 30 days after the execution of the agreement) for his or 
her selecticn. 

(2) The issues to be decided by the arbitrator. 

(3) A provisions that the arbitrator’s award is binding on 
the parties and that the Board can enter a judgment based 
thereon. 


Section 1.690(c) requires that a copy of the arbitration award 
be filed within 20 days from the date of the award or by a date 
set by the examiner-in-chief. 

If the proceeding is in the testimony stage and the parties 
desire to arbitrate, the examiner-in-chief could grant a reason- 
able extension for that purpose. A motion for a further extension 


for that would not be granted unless it were accompa- 
nied by a schedule, agreed to by the parties, setting forth, inter 
alia, the dates for (1) executing the arbitration agreement, (2) 
determining priority, and (3) terminating the interference. If 
the parties are to submit the required schedule, a motion for a 
further extension could be granted. If the parties file a copy 
of the arbitration agreement and they agree that any evidence 
submitted in the g will be in one of the forms specified 
by 37 CFR 1.672(e) or (f), the examiner-in-chief could give 
favorable consideration to the parties’ motion that all the unex- 

ired times be extended to close concurrently on the date the 
record is due. By that date, the parties would be required to 
file the arbitrator’s award and their records, if necessary for 
the resolution of any issue not decided by the arbitrator. If the 
award is not dispositive of all the issues in the interference, 
the examiner-in-chief would set brief times so that parties could 
explain their evidence relating to any issues which the arbitrator 
did not, or was unable to decide. For example, the award might 
be dispositive of the issue of priority between the parties and 
leave for the Board’s determination the question of substituting 
a new count raised in a preliminary motion under 37 CFR 
1.633. 

The arbitration award, filed by the parties, would be in the 
nature of a final decision and should include the following: 
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(1) The style (e.g., Jones v. Smith), the number of the interfer- 
ence and the names of the real parties in interest. 

(2) The subject matter in issue, i.e., the counts and a table 
of counts, if necessary, indicating the relationship of the parties’ 
claims corresponding to each count and those claims not corres- 
ponding thereto. 

(3) The issues for decision before the arbitrator. 

(4) The arbitrator’s decision. The decision may also include 
a statement of the grounds and reasoning in support thereof. 

(5) A summary, if appropriate, indicating, inter alia, that 
judgment should be awarded to one of the parties. 

Any party to the arbitration can attack the award only in the 
manner provided by 9 U.S.C. 10 and 11. 


9 U.S.C. 10 reads as follows: 


In either of the following cases the United States court in 
and for the district wherein the award was made may make an 
order vacating the award upon the application of any party to 
the arbitration— 

(a) Where the award was procured by corruption, fraud, or 
undue means. 

(b) Where there was evident partiality or corruption in the 
arbitrators, or either of them. 

(c) Where the arbitrators were guilty of misconduct in 
refusing to postpone the hearing, upon sufficient cause shown, 
or in refusing to hear evidence pertinent and material to the 
controversy; or of any other misbehavior by which the rights 
of any part have been prejudiced. 

(d) Where the arbitrators exceeded their powers, or so imper- 
fectly execute them that a mutual, final, and definite award 
upon the subject matter submitted was not made. 

(e) Where an award is vacated and the time within which 
the agreement required the award to be made has not expired the 
court may, in its discretion, direct a rehearing by the arbitrators. 


9 U.S.C. 11 reads as follows: 


In either of the following cases, the United States court in 
and for the district wherein the award was made may make an 
order modifying or correcting the award upon the application 
of any party to the arbitration— 

(a) Where there was an evident material miscalculation of 
figures or an evident material mistake in the description of any 
person, thing, or property referred to in the award. 

(b) Where the arbitrators have awarded upon a matter not 
submitted to them, unless it is a matter not affecting the merits 
of the decision upon the matter submitted. 

(c) Where the award is imperfect in matter of form not 
affecting the merits of the controversy. 

The order may modify and correct the award, so as to effect 
the intent thereof and promote justice between the parties. 


See, for example, Fairchild and Co., Inc. v. Richmond, F. 
and P. R. Co.,516 F.Supp. 1305 (D.D.C. 1981). If such an attack 
were to be made by one of the parties while the interference 
is pending before the Board, the Board would not stay the 
interference. Rather, the Board would issue its judgment in 
accordance with the award. So long as the award is in compli- 
ance with § 1.690, it would carry the presumption that the 
arbitrator acted correctly in making his decision and accord- 
ingly, the party designated by the award as the prevailing party 
would be entitled prima facie to a judgment in its favor. If the 
dissatisfied party brings an action in an appropriate United 
States district court and if the court vacates, modifies or corrects 
the award, the Board would take action consistent with the 
court’s findings. No action would lie in the PTO to vacate or 
correct an arbitration award, unless all parties agreed in writing. 

The following examples illustrate the practice of the PTO 
concerning arbitration. 


Example 1 
Arbitration Practice-Preliminary Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
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for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The parties decide to arbitrate the interference 
in accordance with § 1.690 and file a motion for an extension 
of time so that they can “freely” arbitrate the interference, but 
do not file a waiver of their right to file motions. 

The examiner-in-chief would deny the motion because the 
parties’ intention to arbitrate, in and of itself, does not constitute 
a showing of “good cause” within the meaning of 37 CFR 
1.645(a). Even if the parties file an agreement to arbitrate, the 
PTO would not grant any extension of time to permit the parties 
to “freely” arbitrate an interference prior to the expiration of 
the time for filing preliminary motions. 


Example 2 
Arbitration Practice-Testimony Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633. The parties 
file preliminary motions; the examiner-in-chief renders a deci- 
sion thereon and sets the testimony times. The parties file a 
notice of intent to arbitrate the interference under § 1.690(a) 
and a motion for a one month extension of the testimony 
times. The examiner-in-chief could grant the motion, but would 
indicate that if the parties file another motion for an extension 
for that purpose, the motion must be accompanied by a schedule, 
agreed to by the parties, setting forth the dates for (1) executing 
the arbitration agreement, (2) determining priority and (3) ter- 
minating the interference. 


The parties file a motion for an additional one month exten- 
sion of time to permit the parties to arbitrate the interference. 
Accompanying the motion is a proposed schedule of times and 
a copy of the arbitration agreement which provides, inter alia, 
(i) the name of the arbitrator or a date certain for his selection, 
(ii) that the arbitrator’s award will be binding on the parties, 
(iii) the issues to be decided by the arbitrator and (iv) that the 
award will be filed by the date the record is due. The parties 
also indicate that the evidence to be filed in the 


proceeding 
will be in one of the forms specified by 37 CFR 1.672(e) or 
(f). The examiner-in-chief could grant the motion and indicate 
that he will give favorable consideration to a motion to extend 
all the unexpired times to close concurrently on the date the 
record is due should the parties request such. 
On the date for filing the record, the parties file the arbitra- 


tor’s award and their evidentiary records, if necessary. The 
award states (i) the style and number of the interference and 
the real parties in interest, (ii) the subject matter in issue and 
the parties’ claims which correspond thereto and which do 
not correspond thereto, (iii) the issues for decision before the 
arbitrator, (iv) the arbitrator’s decision (which may include a 
statement of the and reasoning in support thereof) und 
(v) that judgment should be awarded to one of the parties. The 
examiner-in-chief examines the award to ensure that it complies 
with § 1.690 and is dispositive of the issues in the interference 
which can be decided by the arbitrator. If the award is otherwise 
acceptable, the Board would issue a judgment based on the 
award. If the award is not dispositive of all the issues in the 
interference, the examiner-in-chief would determine how the 
interference will proceed. 


Example 3 


Arbitration Practice-Award Decides Interference-in-Fact Issue 
and Junior Party Takes No Testimony 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CER 1.633(b) on the ground that there is no interfer- 
ence-in-fact between his claims corresponding to the count and 
his opponent’s claims corresponding thereto. The examiner- 
in-chief denies the motion, examines the preliminary statements 
and sets the testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intent to 
arbitrate and file an arbitration agreement which is approved 
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by the examiner-in-chief. On the date for filing the record, the 
junior party files the award together with a motion requesting 
that the interference be terminated in view of the award. He 
does not file a record. In his award the arbitrator holds that no 
interference-in-fact exists between the parties’ claims corres- 
ponding to the count. 

The motion would be denied because the award decides a 
matter of patentability which would not result in a judgment 
adverse to one of the parties. Consequently, the junior party 
would be placed under an order to show cause why judgment 
under 37 CFR 1.652 should not be entered against him for his 
failure to file an evidentiary record by the time set therefore. 
In response to the order, the junior party requests final hearing 
to review the examiner-in-chief’s denial of the motion for judg- 
ment and a testimony period to show no interference-in-fact. 
The examiner-in-chief would grant the junior party’s request 
to the extent that final hearing is set and would deny the 
request for testimony because the junior party already had the 
opportunity to take testimony on the matter. 


Example 4 
Arbitration Practice—Cannot Decide Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(a) on the ground that the claims corres- 
ponding to the count are unpatentable over prior art. In his 
decision on motions, the examiner-in-chief grants the motion 
and places both parties under an order pursuant to 37 CFR 
1.640(d)(1) to show cause why judgment should not be entered 
against them as to the count. In response to the order, the 
senior party files a paper in accordance with 37 CFR 1.640(e) 
purportedly showing eo —_ why judgment should not be 
entered in accordance with the order and a motion requesting 
permission to arbitrate = patentability issue. The examiner- 
in-chief would deny the motion. The arbitrator is without 
authority to establish vis-a-vis the public that the subject matter 
of the court is patentable. Thus, the arbitration will serve no 
useful purpose. The Board would consider the senior party’s 
paper and enter an appropriate order. 


Example 5 
Arbitration Practice—Award After Decision on Motions 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(a) on the ground that the claims corres- 
ponding to counts | and 2 are unpatentable over prior art. In 
his decision on motions, the examiner-in-chief grants the 
motion with respect to count 1, denies the motion with respect 
to count 2 and places both parties under an order pursuant to 
37 CFR 1.640(d)(1) to show cause why judgment should not 
be entered against them as to count 1. The senior party files 
pa oe arse Ae phate mae dg on 
a response thereto. The Board considers the paper and 
saa cide ica ened om Secamembeaiite tien 
adverse to both parties as to count 1. Thereafter, the examiner- 
in-chief examines the preliminary statements and sets dates for 
taking testimony and filing the record. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intent to 
arbitrate and file an arbitration agreement which is approved 
by the examiner-in-chief. In his award, the arbitrator decides 
that judgment should be awarded to the junior party. On the 
date for filing the record, both parties file the award together 
with a motion requesting that the interference be terminated 
in view of the award. No record is filed. 

The motion would be granted and accordingly it would be 
held that the senior party is not entitled to a patent containing 
his claims corresponding to count 2. 





1194 TMOG 414 
(124) 


Example 6 
Arbitration Practice—Award Decides Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions for judgment under 37 CFR 1.633 
are filed and after the examination of the preliminary state- 
ments, the examiner-in-chief sets the testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intent to 
arbitrate and file an arbitration agreement which is approved 
by the examiner-in-chief. In his award, the arbitrator finds (1) 
that the evidence is insufficient to establish a prior public use 
bar under 35 U.S.C. 102(b) against the junior party, (2) that 
the claims of the junior party corresponding to the count are 
patentable under 35 U.S.C. 103 over the prior art cited by the 
senior party to the junior party, and (3) that judgment on priority 
should be awarded to junior party. On the date for filing together 
with a motion requesting that the interference be terminated 
in view of the award. 

The motion would be granted and accordingly it would be 
held that the senior party is not entitled to a patent containing 
his claims corresponding to the count. After the termination 
of the proceeding, each party has the duty under 37 CFR 1.56 
to bring before the primary examiner the evidence concerning 
the purported public use bar and the prior art cited by the senior 
party and/or considered by the arbitrator. 


Example 7 
Arbitration Practice—Award Grants Priority to Junior Party 


Contingent Upon Granting of Preliminary Motion Under 
1.633(C) 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion under 37 CFR 


1.633(c)(1) to substitute another count. The examiner-in-chief 
denies the motion, examines the preliminary statements and 
sets the testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intention 
to arbitrate and enter into an arbitration agreement which is 
approved by the examiner-in-chief. The agreement provides 
that any evidence to be submitted by the parties will be in the 
form of a stipulation under 37 CFR 1.672(e) and (f). The parties 
file a motion requesting that all the unexpired testimony times 
be extended to close concurrently on the date the record is due. 
The motion would be granted. 

On the date for filing the record, the junior party files his 
record and the award. The award states, inter alia, that if the 
Board at final hearing should grant the junior party’s motion 
under 37 CFR 1.633(c)(1) to substitute a new count, judgment 
should be awarded to the junior party based on the evidence. 
Otherwise, the award states that judgment should be awarded 
to the senior party. 

The examiner-in-chief sets the brief times and after the filing 
thereof the interference would be set for final hearing so that 
the Board can review the examinter-in-chief’s denial of the 
junior party’s motion under 37 CFR 1.633(c) and issue an 
appropriate judgment based on the award. 


Example 8 
Arbitration Practice—Award Attacked 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No preliminary motions are filed. The exam- 
iner-in-chief examines the preliminary statements and sets the 
testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intention 
to arbitrate and file an arbitration agreement which is approved 
by the examiner-in-chief. 
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On the date for filing the record, both parties file their records. 
The junior party files the award which states that judgment 
should be awarded to him and a motion for judgment based 
on that award. The senior party files an opposition to the motion 
for judgment on the grounds (i) that the award contains errors 
of law, (ii) that the award was procured by “corruption, fraud 
or undue means” in violation of 9 U.S.C. 10(a), and (iii) that 
the arbitrator exhibited “evident partiality” in violation of 9 
U.S.C. 10(b) and was “guilty of misconduct * * * in refusing 
to hear evidence pertinent and material” to the interference, 
citing 9 U.S.C. 10(c). 

The Board would grant the judgment based on the award, 
holding that the senior party is not entitled to a patent containing 
his claims corresponding to the count. So long as the award 
is in compliance with the provisions of § 1.690, it would carry 
a presumption that the arbitrator acted properly in all respects. 
Consequently, before the PTO the award is binding upon the 
parties and the junior party is prima facie entitled to a judgment 
in its favor. Thus, no action lies in the PTO as regards the 
matter raised by the senior party. The senior party’s action lies 
in an appropriate United States district court and the PTO would 
take any action consistent with the court’s decision. 


Example 9 


Arbitration Practice—Award Cannot Modify Board’s Final 
Decision 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions are filed. The examiner-in-chief 
examines the preliminary statements and sets the testimony 
times. 

During the testimony period, the parties decide to arbitrate 
the interference and enter into an arbitration agreement. Neither 
party notifies the examiner-in-chief of their intent to arbitrate 
nor do they file a copy of the agreement in the interference. 
Both parties timely file their records and briefs. Both waive 
oral argument. The Board enters a final decision after consider- 
ation of the evidence in favor of the senior party. 

The junior party requests reconsideration of the Board’s final 
decision, submits a copy of the arbitration award and moves 
that the Board set aside its final decision and enter judgment 
in his favor based on the award. In support of its request, the 
junior party cites 9 U.S.C. 9, which provides that “any party 
to the arbitration may apply to the court so specified for an 
order confirming the award” and 35 U.S.C. 135(d) which pro- 
vides that title 9 applies to interference arbitrations. 

The Board would deny the motion to set aside. The parties 
did not comply with § 1.690(a), i.e., notify the examiner-in- 
chief in writing of their intention to arbitrate and file a copy 
of the arbitration agreement within twenty (20) days of its 
execution. The denial of the motion is an appropriate sanction 
under 37 CFR 1.616. Such action by the Board is considered 
consistent with long-standing interference practice. Cf. Hum- 
Dhrey v. Fickert, 1904 Dec. Comm’r. Pat. 447 (Comm’r. 1904) 
wherein the Board, after it had considered the evidence, refused 
to set aside its award of priority to Fickert and act upon the 
Fickert’s concession of priority in favor of Humphrey, the 


losing party. 
Example 10 


Arbitration Award Filed With Record—No Notice to Exam- 
iner-In-Chief 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions are filed. The examiner-in-chief 
examines the preliminary statements and sets the testimony 
times. 

During the testimony period, the parties decide to arbitrate 
the interference and enter into an arbitration agreement. Neither 
party notifies the examiner-in-chief of the agreement. The 
Junior party timely files its record together with a copy of the 
arbitration award and a motion for judgment based on the 
award. 
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The motion would be denied. Under the provisions of 37 
CFR 1.616, the examiner-in-chief would place both parties 
under an order to show cause why judgment should not be 
rendered against them for their failure to comply with 1.690(a), 
i.e., failing to notify him of their intent to arbitrate and file a 
copy of the arbitration agreement. 


Discussion of Comments 


One commentor suggested that the expression “An interfer- 
ence or any aspect thereof shall be arbitrated” in part (b) of 
proposed § 1.690 might be construed as going beyond the terms 
of the statute by authorizing an examiner-in-chief to require 
the parties to arbitrate an interference, and proposed that the 
quoted language be changed to “An arbitration proceeding 
under this section shall be conducted.” To eliminate any pos- 
sible misconstruction of the rule, this proposal has been adopted. 

A second commentor suggested, by telephone, that a provi- 
sion be added to § 1.690 requiring that the arbitrator 
be familiar with United States interference practice, and that 
United States law be applied by the arbitrator in making the 
determination. He expressed the fear that a foreign arbitrator 
might reach a result contrary to established domestic law. 

This suggestion has not been adopted. It is incumbent upon 
the parties to select the arbitrator, and to satisfy themselves as 
to his or her qualifications. Presumably if the arbitrator’s deci- 
sion is contrary to established law, any resulting patent would 
be subject to attack on that ground by a third party in subsequent 
litigation. 

Another commentor stated that, with the arbitration rule, the 
PTO was “attempting to apply a band-aid to a system which 
cannot be cured by application of a band-aid,” and that the 
first-to-file system should be adopted in place of the first-to- 
invent system. This suggestion is obviously far beyond the 
scope of the rule change under consideration. The first-to- 
invent system is mandated by statute and could not be replaced 
merely by a change in the rules. The purpose of § 1.690 is to 
establish a specific procedure governing the optional arbitration 
of interferences provided by section 105 of Pub. L. 98-622. 


Other Considerations 


This rule does not have a significant impact on the quality of 
the human environment or the conservation of natural resources. 
The rule is in conformity with the requirements of the Regula- 
tory Flexibility Act (Pub. L. 96-354), Executive Order 12291, 
and the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 


seq. 

The General Counsel of the Department of Commerce certi- 
fied to the Small Business Administration that the rule will not 
have a significant adverse economic impact on a substantial 
number of small entities (Regulatory Flexibility Act. Pub. L. 
96-354) because arbitration intended to minimize expenses in 
interference cases. 

The Patent and Trademark Office has determined that this 
rule is not a major rule under Executive Order 12291. The 
annual effects on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The rule will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no record 
keeping or reporting requirements within the coverage of the 
Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions, Conflicts of interest, Courts, Inventions and patents, Law- 
yers. ’ 

For the reasons set out in the preamble and under the authority 
given to the Commissioner of Patents and Trademarks by 35 
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U.S.C. 6 and 135, Part 1 of Title 37 CFR is amended as follows: 
PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 
2. New § 1.690 is added to Subpart E to read as follows: 
$ 1.690 Arbitration of Interferences. 


(a) Parties to a patent interference may determine the interfer- 
ence or any aspect thereof by arbitration. Such arbitration shall 
be governed by the provisions of Title 9, United States Code. 
The parties must notify the Board in writing of their intention 
to arbitrate. An agreement to arbitrate must be in writing, 
specify the issues to be arbitrated, the name of the arbitrator 
or a date not more than thrity (30) days after the execution of 
the agreement for the selection of the arbitrator, and provide 
that the arbitrator’s award shall be binding on the parties and 
that judgment thereon can be entered by the Board. A copy of 
the agreement must be filed within twenty (20) days after its 
execution. The parties shall be solely responsible for the selec- 
tion of the arbitrator and the rules for conducting proceedings 
before the arbitrator. Issues not disposed of by arbitration will 
be resolved in accordance with the procedures established in 
37 CFR, Subpart E of Part 1, as determined by the examiner- 
in-chief. 

(b) An arbitration proceeding under this section shall be 
conducted within such time as may be authorized on a case- 
by-case basis by an examiner-in-chief. 

(c) An arbitration award will be given no consideration unless 
it is binding on the parties, is in writing and states in a clear 
and definite manner (1) the issue or issues arbitrated and (2) 
the disposition of each issue. The award may also include a 
statement of the grounds and reasoning in support thereof. 
Unless otherwise ordered by an examiner-in-chief, the parties 
shall give notice to the Board of an arbitration award by filing 
within twenty (20) days from the date of the award a copy of 
the award signed by the arbitrator or arbitrators. When an award 
is timely filed, the award shall, as to the parties to the arbitration, 
be dispositive of the issue or issues to which it relates. 

(d) An arbitration award shall not preclude the Office from 
determining patentability of any invention involved in the inter- 
ference. 


Mar. 16, 1987 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 


and Trademarks 


[FR Doc. 87-9373 Filed 4-24-87; 8:45 am] 
BILLING CODE 3510-16-M 
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This notice consolidates and supersedes the notices of Mar. 
26, 1969 (862 O.G. 1) and Aug. 11, 1970 (878 O.G. 1) relating 
to the Patent Office Disclosure Document Program. Under this 
program the Patent Office accepts and preserves, for a period 
of two years, papers referred to as “Disclosure Documents.” 
These papers may be used as evidence of the dates of conception 
of inventions. 


The Program 


A paper disclosing an invention and signed by the inventor 
or inventors may be forwarded to the Patent Office by the 
inventor (or by any one of the inventors when there are joint 
inventors), by the owner of the invention, or by the attorney 
or agent of the inventor(s) or owner. It will be retained for two 
years and then be destroyed unless it is referred to in a separate 
letter in a related patent application within said two years. 


Disclosure Document Program 
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A Disclosure Document is not a t application and the 
date of its receipt in the Patent will not become the 
effective filing date of any patent eg subsequently 
filed. However, like patent applications, these documents will 
be kept in confidence by the Patent Office. If patent protection 
is desired, a patent application should be filed as soon as 
possible. 

This program does not diminish the value of conventional 
witnessed and notarized records as evidence of conception of 
an invention, but it should provide a more credible form of 
evidence than that provided by the popular practice of mailing 
a disclosure to oneself or person by registered mail. 
The program is made available as a service to those persons 
desiring to use it. 


Content of Disclosure Document 


Although there are no restrictions as to content and claims 
are not necessary, the benefits afforded by a Disclosure Docu- 
ment will depend directly upon the adequacy of the disclosure. 
Therefore, it is strongly urged that the document contain a clear 
and complete explanation of the manner and process of making 
and using the invention in sufficient detail to enable a person 
having ordinary knowledge in the field of the invention to make 
and use the invention. When the nature of the invention permits, 
a drawing or sketch should be included. The use or utility 
of the invention should be described, especially in chemical 
inventions. 

The Disclosure Document must be limited to written matter 
or drawings on paper or other thin, flexible material, such as 
linen or plastic drafting material, having dimensions or being 
folded to dimensions not to exceed 8 1/2 by 13 inches. Photo- 
graphs also are acceptable. Each page should be numbered. Text 
and drawings should be sufficiently dark to permit reproduction 
with commonly used office copying machines. 

A $10 fee is charged for filing a Disclosure Document. 
Payment must accompany the Disclosure Document when it 
is submitted to the Patent Office. 

In addition to the $10 fee, the Disclosure Document must 
be accompanied by a stamped, self-addressed envelope and a 
separate paper in duplicate, signed by the inventor, stating that 
he is the inventor and requesting that the material be received 
for processing under the Disclosure Document Program. The 
papers will be stamped by the Patent Office with an identifying 
number and date of receipt, and the duplicate request will be 
returned in the self-addressed envelope together with a warning 
notice indicating that the Disclosure Document may be relied 
upon only as evidence and that a patent application should be 
diligently filed if patent protection is desired. The inventor’s 
request may take the following form: 


“The undersigned, being the inventor of the disclosed inven- 
tion, requests that the enclosed papers be accepted under the 
Disclosure Document Program, and that they be preserved for 
a period of two years.” 


Retention 


The Disclosure Document will be preserved in the Patent 
Office for two years after its receipt and will then be destroyed 
unless it is referred to in a separate letter in a related patent 
application filed within the two-year period. The Disclosure 
Document must be referred to in the separate letter by title, 
number, and date of receipt. Acknowledgment of receipt of 
such letters will be made in the next official communication 
or in separate letter from the Patent Office. Unless it is desired 
to have the Patent Office retain the Disclosure Document 
beyond the two-year period, it is not required that it be referred 
to in a patent application. 


Warning as to Limitations 


The two-year retention period should not be considered to 
be a “grace period” during which the inventor can wait to file 
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om patent application without possible loss of benefits. It should 

be recognized that in establishing priority of invention an affi- 
davit or testimony referring to a Disclosure Document must 
usually also establish diligence in completing the invention or 
in filing the patent application since the filing of the Disclosure 
Document. 

Inventors are also reminded that any public use or sale in 
the United States, or publication of the invention anywhere in 
the world, more than one year pricr to the filing of a patent 
application on that invention will prohibit the granting of a 
patent on that invention. 

If the inventor is not familiar with what is considered to 
be “diligence in completing the invention” or “reduction to 
practice” under the patent law, or if he has other questions 
about patent matters, the Patent Office advises him to consult 
an attorney or agent registered to practice before the Patent 
Office. Patent attorneys and agents may be found in the tele- 
phone directories of most major cities. Also, many large cities 
have associations of patent attorneys which may be consulted. 


RICHARD A. WAHL 
Assistant Commissioner 
of Patents 


Jan. 4, 1971 


[883 OG 3] 


(126) Changes to Disclosure Document Program 


The PTO is revising and clarifying the Disclosure Document 


Program to improve processing and to simplify customer 
requirements. The following changes to the Disclosure Docu- 
ment Program are effective upon publication: 


* Duplicate copies of documents are no longer required. Only 
the original document is required for submission. 


¢ The original Disclosure Document will not be returned to 
the customer. 


* A self addressed, stamped envelope is no longer required. 
¢ A standard format for the disclosure Document is required: 


1) The document must be written on one side only, on white 
letter-size (21.6 cm x 27.9 cm or 8 1/2 by 11 inches) or DIN 
Size A4 (21.0 x 29.7 cm) paper. (Oversized paper, although 
foldable to the above dimensions, is not acceptable.) 2) Draw- 
ings or sketches must be on paper the same size as the rest of 
the document. 


¢ The fee for filing a Disclosure Document is $10.00. Docu- 
ments submitted without the full fee will be returned. 


* A copy of a Disclosure Document will be furnished upon 
receipt of a written request (from the inventor or attorney/agent 
only) and with a fee of $25.00. 37 CFR § 1.19(b)(3). 


Section 1706 of the Manual of Patent Examining Procedures 
(MPEP) will be revised in accordance with this notice. The 
section also contains further information regarding the Disclo- 
sure Document Program. 


July 21, 1995 
for Patent Process Services 


[1177 0.G. 60] 


(127) Service of Process and Testimony of 
Employees of the Patent and Trademark 
Office and Production of Documents in Legal Proceedings 


The Patent and Trademark Office (PTO) is adding Parts 15 
and 15a to Title 37 of the Code of Federal Regulations. Part 
15 concerns service of process on the Commsssioner, the Patent 
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and Trademark Office, and employees of the Patent and Trade- 
mark Office in their official capacity. Part 15a concerns the 
testimony of PTO employees regarding official matters and the 
production of official documents in legal proceedings. Parts 
15 and 15a were effective w publication in the Federal 
Register. 54 FR 3976-8 (Jan. 26, 1989). 

In addition, §§ 1701 and 1701.01 of the Manual of Patent 
Examining Procedure and §§ 1801 and 1801.01 of the Trade- 
mark Manual of Examining Procedure are amended, as indi- 
cated below, effective immediately. 

Parts 15 and 15a, §§ 1701 and 1701.01 of the Manual of 
Patent Examining Procedure and §§ 1801 and 1801.01 of the 
Trademark Manual of Examining Procedure are published in 
this notice as a convenience to the public. In addition to these 
materials, the Patent and Trademark Office alerts the public 
to its position with respect to Standard Packaging Corp. v. 
Curwood, Inc., 365 F. Supp. 134, 180 USPQ 234 (ND. Ill. 
1973). In the past, parties have attempted, based on Standard 
Packaging, to obtain answers to questions which the Patent 
and Trademark Office has regarded to be improper. While 
the Patent and Trademark Office believes Standard Packaging 
accurately states the law, the Office believes that the court 
misapplied the law to the precise questions in issue. Accord- 
ingly, the Office agrees with the Federal Circuit’s observation 
in Western Electric Co. v. Piezo Technology, Inc. v. Quigg, 
860 F.2d 428, 432, 8 USPQ 2d 1853, 1857 r (Fed. Cir. 1988), 
that there is considerable doubt whether Standard Packaging 
was correctly decided. The Patent and Trademark Office will 
not permit examiners to answer questions similar to those which 
the Standard Packaging court found acceptable. 


*eEe * 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 15 and 15a 


[Docket No. 9106-9006] 
Service of Process and Testimony of 
Employees of the Patent and Trademark 
Office and 


Production of 
Documents in Legal Proceedings 


Agency: Patent and Trademark Office. 
Action: Final rule. 
Summary: The Patent and Trademark Office is adding 37 CFR 
Parts 15 and 15a to supplement 15 CFR Parts 15 and 15a. These 
new parts prescribe policies and procedures to be followed with 
— to service of process on the Patent and Trademark 
, the Commissioner of Patents and Trademarks, and 
employees of the Office, the testimony of Office employees 
regarding official matters, and the production of official docu- 
ments in legal proceedings. These regulations serve as a state- 
ment of Office policy and provide comprehensive guidelines 
for the Office and its employees, outside — and other 
persons regarding the appropriate procedures for service of 
process, testimony, and production of documents. 
Effective date: fae 26, 1989. 
For Further Information Contact: Associate Solicitor John W. 
Dewhirst by mail at Box 8, U.S. Patent and Trademark Office, 
Washington, D.C. 20231 and by phone at (703) 557-4035. 
Supplementary Information: These regulations are designed to 
supplement, and be construed consistent with, 15 CFR Parts 
15 and 15a. The regulations in Part 15a state the views of the 
Office with respect to the permissible scope of testimony which 
may be given by Office employees in connection with their 
performance of quasi-judicial patent and trademark matters. 
These Office views are consistent with United States v. Morgan, 
313 U.S. 409, 422 (1941); Western Electric Co., Inc. v. Piezo 
Technology, Inc. v. Quigg, No. 88-1216, 860 F.2d 428, 8 USPQ 
2d 1853 (Fed. Cir. Nov. 1, 1988); In re Mayewsky, 162 USPQ 
86, 89 (E.D. Va. 1969), and Shaffer Tool Works v. Joy Mfg. 
Co., 167 po 170 (S.D. Tex. 1970). 

Because these regulations concern agency management and 
personnel, they are not rules or regulations within the meaning 
of section 1@ of Executive Order 12291, and they are not 
subject to the requirements of that Order. Accordingly, no 
preliminary or final regulatory impact analysis has to be or 
will be prepared. 
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These regulations, relating to agency management and per- 
sonnel, are exempt from all requirements of section 553 of 
the Administrative Procedure Act [5 USC 553] {including a 
delayed effective date and therefore will be effective immedi- 
ately upon publication in the Federal 

Because a notice of proposed rule making and an opportunity 
for public comments are not required to be given for these 
regulations by section 553 of the APA, or by any other law, 
no regulatory flexibility analysis has to be or will be prepared 
for purposes of the Regulatory Flexibility Act [5 U.S.C. 603(a) 
and 604(a)]. 

This final rule does not contain policies with Federalism 
implications sufficient to warrant preparation of a Federalism 
assessment under Executive Order 12612. 

This rule does not contain collections of information for 
purposes of the Paperwork Reduction Act. 


List of subjects in 37 CFR Parts 15 and 15a: 


Attorneys, Administrative practice and procedure, Courts, Gov- 
ernment employees. 


For the reasons set forth in the preamble, 37 CFR is amended 
as follows: 


1. Part 15 is added to read as follows: 


Part 15 
Service of Process 


Sec. 

15.1 Scope and 

15.2 Definitions 

15.3 Acceptance of service of process 

Authority: 5 U.S.C. 301; 15 U.S.C. 1501, 1512, 1513, 1515, 
and 1518; Reorganization Plan No. 5 of 1950; 44 U.S.C. 3101; 
15 CFR 15.2(a). 


§ 15.1 Scope and Purpose. 


(a) This part supplements 15 CFR Part 15 and sets forth the 
procedures to be followed when a summons or complaint is 
served on the Office or the Commissioner or an employee of 
the Office in his or her official capacity. This part is to be 
construed consistent with 15 CFR Part 15. 

(b ) This part is intended to ensure the orderly execution of 
ine affairs of the Ofc and not to mpede any legal proceeding 

(c) This part does not apply to subpoenas. The procedures 
to be followed with respect to subpoenas are set out in Part 
15a of this Title. 

(d) This part does not apply to service of process made on 
an Office employee personally on matters not related to official 
business of the Office or to the official responsibilities of the 
Office employee. 


§ 15.2 Definitions. 
For the purpose of this part: 
(a) “Commissioner” means Assistant Secretary and Commis- 
marks. 


sioner of Patents and Trade: 

(b) “Legal proceeding” means a proceeding before a tribunal 
constituted by law, including a court, an administrative body or 
commission, or an administrative law judge or hearing officer. 

(c) “Office” means Patent and Trademark Office. 


(d) “Office employee” means any officer or employee of the 
Office. 

(e) “Official business” means the authorized business of the 
Office. 

(f) “Solicitor” means the chief legal officer of the Office or 
other Office employee to whom the Solicitor has delegated 
authority to act under this part. 

§ 15.3 Acceptance of service of process 
(a) Any summons or complaint to be served in person or by 


registered or certified mail or as otherwise authorized by law 
on the Office or the Commissioner or an Office employee in 
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his or her official capacity, shall be served on the Solicitor or 
an Office employee designated by the Solicitor. 

(b) Any summons or complaint to be served by mail may 
be addressed to Solicitor, P.O. Box 15667, Arlington, Va. 
22215. Any summons or complaint to be served by hand may 
be delivered to the Office of the Solicitor. 

(c) Any Office employee served with a summons or com- 
plaint shall immediately notify and deliver the summons or 
complaint to the Office of the Solicitor. 

(d) Any Office employee receiving a summons or complaint 
shall note on the summons or complaint the date, hour, and 
place of service and whether service was by personal delivery 
or by mail. 

(e) When a legal proceeding is brought to hold an Office 
employee personally liable in connection with an action taken 
in the conduct of official business, rather than liable in an 
official capacity, the Office employee by law is to be served 
personally with process. Service of process in this case is 
inadequate when made upon the Solicitor or the Solicitor’s 
designee. Any Office employee sued personally for an action 
taken in the conduct of official business shall immediately 
notify and deliver a copy of the summons or complaint to the 
Office of the Solicitor. 

(f) An Office employee sued personally in connection with 
official business may be represented by the Department of 
Justice at its discretion. See 28 CFR 50.15 and 50.16 (1987). 

(g) The Solicitor or Office employee designated by the Solic- 
itor, when accepting service of process for an Office employee 
in an official capacity, shall endorse on the Marshal’s or server’s 
return of service form or receipt for registered or certified mail 
the following statement: “Service accepted in official capacity 
only.” The statement may be placed on the form or receipt 
with a rubber stamp. 

(h) Upon acceptance of service or receiving notification of 
service, as provided in this section, the Solicitor shall take 


appropriate steps to protect the rights of the Commissioner or 
Office employee involved. 


2. Part 15a is added to read as follows: 
Part 15a 


Testimony by Employees and the Production 
of Documents in Legal Proceedings 


Sec. 

15a.1 Scope 

15a.2 Definitions 

15a.3 Office policy 

15a.4 Testimony or production of documents; general rule 
15a.5 Testimony of Office employees in proceedings involving 
the United States 

15a.6 Legal proceedings between private litigants 

15a.7 Procedures when an Office employee receives a subpoena 
Authority: 5 U.S.C. 301; 15 U.S.C. 1501, 1512, 1513, 1515, 
and 1518; Reorganization Plan No. 5 of 1950; 44 U.S.C. 3101; 
15 CFR 15a.1(e) and 15a.2(f). 


§ 15a.1 Scope 


(a) This part supplements 15 CFR Part 15a and prescribes 
the policies and procedures of the Office with respect to the 
testimony of Office employees as witnesses in legal proceedings 
and the production of documents of the Office for use in legal 
proceedings pursuant to a request, order, or subpoena. This 
part is issued pursuant to 15 CFR 15a.1(e) and is to be construed 
consistent with 15 CFR Part 15a. 

(b) This part does not apply to any legal proceeding in which 
an Office employee is to testify, while on leave status, as to 
facts or events that are in no way related to the official business 
of the Office. 

(c) This part is intended to ensure the orderly execution of 
the affairs of the Office and not to impede any legal proceeding 
and in no way affects the rights and procedures governing 
public access to records pursuant to the Freedom of Information 
Act or the Privacy Act. See 15 CFR 15a.4 and 37 CFR 1.15. 


§ 15a.2 Definitions. 
For the purpose of this part: 


(a) “Commissioner” means Assistant Secretary and Commis- 
sioner of Patents and Trademarks. 


OFFICIAL GAZETTE 


January 7, 1997 


(b) “Demand” means a request, order, or subpoena for testi- 
mony or documents for use in a legal proceeding. 

(c) “Document” means any record, paper, and other property 
held by the Office, including without limitation official patent 
and trademark files, official letters, telegrams, me 
reports, studies, calendar and dairy entries, maps, graphs, pam- 
phlets, notes, charts, tabulations, analyses, statistical or infor- 
mational accumulations, any kind of summaries of meetings 
and conversations, film impressions, magnetic tapes, and sound 
or mechanical reproductions. 

(d) “Legal proceeding” means a proceeding before a tribunal 
constituted by law, including a court, an administrative body 
or commission, an administrative law judge or hearing officer 
or any discovery proceeding in support thereof. 

(e) “Office” means Patent and Trademark Office. 

(f) “Office employee” means any officer or employee of the 
Office. 

(g) “Official business” means the authorized business of the 
Office. 

(h) “Solicitor” means the chief legal officer of the Office or 
other Office employee to whom the Solicitor has delegated 
authority to act under this part. 

(i) “Testimony” means a statement given in person before 
a tribunal or by deposition for use before the tribunal or any 
other statement given for use before a tribunal in a legal pro- 
ceeding, including an affidavit, declaration under 35 U.S.C. 
25, or declaration under 28 U.S.C. 1746. 

(j) “United States” means the Federal Government, its depart- 
ments and agencies, and individuals acting on behalf of the 
Federal Government. 


§ 15a.3 Office policy. 


The Office policy is that its documents will not be voluntarily 
produced and Office employees will not voluntarily appear as 
witnesses or give testimony in a legal proceeding. The reasons 
for this policy include: 


(a) To conserve the time of Office employees for conducting 
official business. 

(b) To minimize the possibility of involving the Office in 
controversial or other issues which are not related to the mission 
of the Office. 

(c) To prevent the possibility that the public will misconstrue 
variances between personal opinions of Office employees and 
Office policy. 

(d) To avoid spending the time and money of the United 
States for private purposes. 

(e) To preserve the integrity of the administrative process, 
minimize disruption of the decision-making process, and pre- 
vent interference with the Office’s administrative functions. 


§ 15a.4 Testimony or production of documents; general 
rule 


(a) No Office employee shall give testimony concerning the 
official business of the Office or produce any document in any 
_— proceeding without the prior authorization of the Solicitor. 

Where appropriate, an Office employee may be instructed in 
writing by the Commissioner, Solicitor, or other appropriate 
Office employee not to give testimony or produce a document. 
Without prior approval, no Office employee shall answer 
inquiries from a person not employed by the Department of 
Commerce regarding testimony or documents subject to a 
demand or a potential demand under the provisions of this Part. 
All inquiries involving < demand or potential demand on an 
Office employee shall be referred to the Solicitor. 

(b) A certified copy of a document, not otherwise available 
under Chapter I o; this Title, will be provided for use in a legal 
proceeding = written request and payment of applicable 
fees :equired by law. 

(ci) Request for testimony or document. A request for 
testimony of an Office employee or document shall be mailed 
or hand-delivered to the Office of the Solicitor. The mailing 
address of the Office of the Solicitor is Box 8, Patent and 
Trademark Office, Washington, D.C. 20231. 

(2) Subpoenas. A subpoena for testimony by an Office 
employee or a document shall be served in accordance with 
the Federal Rules of Civil or Criminal Procedure as appropriate, 
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or applicable state procedure, and a copy of the subpoena shall 
be sent to the Solicitor. 

(3) Affidavit. Every request and subpoena shall be accompa- 
nied by an affidavit or declaration under 28 U.S.C. 1746 or, 
if an affidavit or declaration is not feasible, a written statement 
setting forth the title of the legal proceeding, the forum, the 
requesting party’s interest in the legal proceeding, the reasons 
for the request or subpoena, a showing that the desired testi- 
mony or document is not reasonably available from any other 
source, and if testimony is requested, the intended use of the 
testimony, a genera! s of the testimony desired, and a 
showing that no document could be provided and used in lieu 
of testimony. The purpose of this requirement is to permit the 
Solicitor to make an informed decision as to whether testimony 
or production of a document should be authorized. 

(d) Any Office employee who is served with a demand shall 
immediately notify the Office of the Solicitor. 

(e) The Solicitor may consult or negotiate with an attorney 
for a party or the party, if not represented by an attorney, to 
refine or limit a demand so that compliance is less burdensome 
or obtain information necessary to make the determination 
required by paragraph (c) of this section. Failure of the attorney 
or party to cooperate in good faith to enable an informed 
determination to be made under this part may serve as the basis 
for a determination not to comply with the demand. 

(f) A determination under this part to comply or not to comply 
with a demand is not an assertion or waiver of privilege, lack 
of relevance, technical deficiencies or any other ground for 
noncompliance. The Commissioner reserves the right to oppose 
any demand on any legal ground independent of any determina- 
tion under this part. 


§ 15a.5 Testimony of Office employees in proceedings invol- 
ving the United States. 


(a) An Office employee may not testify as an expert or 
opinion witness for any party other than the United States. 

(b) When appropriate, the Solicitor may authorize an Office 
employee to give testimony as an expert or opinion witness 
on behalf of the United States. Expert or opinion testimony on 
behalf of the United States will not be authorized in any legal 
proceeding involving the validity or enforceability of a patent 
or registered trademark. 

(c) Whenever, in any legal proceeding involving the United 
States, a request is made by an attorney representing or acting 
under the authority of the United States, the Solicitor will make 
all necessary arrangements for the Office employee to give 
testimony on behalf of the United States. Where appropriate, 
the Solicitor may require reimbursement to the Office of the 
expenses associated with an Office employee giving testimony 
on behalf of the United States. 


§ 15a.6 Legal proceedings between private litigants 


(a) Testimony by an Office employee and production of 
documents in a legal proceeding not involving the United States 
shall be governed by § 15a.4. 

(b) If an Office employee i is authorized to give testimony in 
a legal proceeding, the testimony, if otherwise proper, shall be 
limited to facts within the personal knowledge of the Office 
employee. An Office employee is prohibited from giving expert 


or opinion testimony, answering hypothetical or speculative 
questions, or giving testimony with respect to subject matter 
which is privileged. If an Office employee is authorized to 
testify in connection with the employee's involvement or assis- 
tance in a quasi-judicial ig which took place before 
the Office, that employee is further prohibited from giving 
testimony in response to questions which seek: 


(1) Information about that employee’s: 
(i) Background. 
(ii) Expertise. 
(iii) Qualifications to examine or otherwise consider a 
particular patent or trademark application. 
(iv) Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice in a 
particular case. 
(v) Consultation with another Office employee. 
(vi) Understanding of: 
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(A) A patented invention, an invention sought to be 
patented, or patent application, patent, reexamination 
or interference file. 
(B) Prior art. 
(C) Registered subject matter, subject matter sought to 
. be registered, or a trademark application, registration, 
opposition, cancellation, interference or concurrent use 


file. 

(D) Any Office manual of practice. 

(E) Office regulations. 

(F) Patent, trademark, or other law. 

(G) The responsibilities of another Office employee. 

(vii) Reliance on particular facts or arguments. 

(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing the 
quasi-judicial function. 
(3) To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in per- 
forming the quasi-judicial function. 


§ 15a.7 Procedures when an Office employee receives a 
su 


(a) Any Office employee who receives a subpoena shall 
immediately forward the subpoena to the Office of the Solicitor. 
The Solicitor will determine the extent to which an Office 
employee will comply with the subpoena. 

(b) If the Office employee is not authorized to comply with 
the subpoena, the Office employee shall appear at the time and 
place stated in the subpoena, produce a copy of Part 15a of 
Title 15 and a copy of this part, and respectfully refuse to 
provide any testimony or produce any document. United States 
ex rel. Touhy v. Ragen. 340 U.S. 462 (1951). 

(c) When necessary or appropriate, the Solicitor will request 
assistance from the Department of Justice or a U.S. Attorney 
or otherwise assure the presence of an attorney to represent 
the interests of the Office or an Office employee. 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Revisions to §§ 1701 and 1701.01 of MPEP 


Dec. 23, 1988 


§ 1701 Office personnel not to express opinion on validity or 
patentability of patent 


Every patent is presumed to be valid. 35 U.S.C. § 282, first 
sentence. Public policy demands that every employee of the 
Patent and Trademark Office refuse to express to any person 
any opinion as to the validity or invalidity of, or the patentability 
or unpatentability of any claim in any U.S. Patent, except to the 
extent necessary to carry out (a) examination of an application 
seeking to reissue the patent, (b) a reexamination 2 
to reexamine the patent, or (c) an interference involving the 
patent. 

The question of validity or invalidity is otherwise exclusively 
a matter to be determined by a court. Members of the patent 
examining corps are cautioned to be especially wary of any 
inquiry from any person outside the Patent and Trademark 
Office, including an employee of another Government agency, 
the answer to which might indicate that a particular patent 
should not have issued. 

When a field of search for an invention is requested, exam- 
iners should routinely inquire whether the invention has been 
patented in the United States. If the invention has been patented, 
no field of search should be suggested. 

Employees of the Patent and Trademark Office, particularly 
patent examiners who examined an application which matured 
into a patent or a reissued patent or who conducted a reexamina- 
tion proceeding, should not discuss or answer inquiries from 
any person outside the Patent and Trademark Office as to 
whether or not a certain reference or other particular evidence 
was considered during the examination or g and 
whether or not a claim would have been allowed over that 
reference or other evidence had it been considered during the 
examination or proceeding. Likewise, employees are cautioned 
against answering any inquiry concerning any entry in the 
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patent or reexamination file, including the extent of the field 
of search and any entry relating thereto. The record of the file 
of a patent or reexamination proceeding must speak for itself. 

Practitioners can be of material assistance in this regard by 
refraining from making improper inquiries of members of the 
patent examining corps. Inquiries from members of the public 
relating to the matters discussed above must of necessity be 
refused and such refusal should not be considered discourteous 
or an expression of opinion as to validity or patentability. 


§ 1701.01 Office personnel not to testify 
[Reprint:37 CFR 15a.1 

37 CFR 15a.2 

37 CFR 15a.3 

37 CFR 15a.4 

37 CFR 15a.5 

37 CFR 15a.6 

37 CFR 15a.7] 


It is the policy of the Patent and Trademark Office that 
its employees, including patent examiners, will not appear as 
witnesses or give testimony in legal proceedings, except under 
the conditions specified in 37 CFR Part 15a. Any employee 
who testifies contrary to this policy will be dismissed or 
— The reasons for this policy are set out in 37 CFR 
15a.3. 

Whenever an employee of the Patent and Trademark Office, 
including a patent examiner, is asked to testify or receives a 
subpoena, the employee shall immediately notify the Office of 
the Solicitor. Inquiries requesting testimony shall be also 
referred immediately to the Office of the Solicitor. 

Patent examiners and other Patent and Trademark Office 
employees performing or assisting in the performance of quasi- 
judicial functions, are forbidden to testify as experts or to 
express opinions as to the validity of any patent. 

Any individual desiring the testimony of an employee of the 
Patent and Trademark Office, including the testimony of a 
patent examiner or other quasi-judicial employee, must comply 
with the provisions of 37 CFR Part 15a. 

A request for testimony of an employee of the Patent and 
Trademark Office should be made to the Office of the Solicitor 
at least ten working days prior to the date of the expected 
testimony. 

If an employee is authorized to testify, the employee will be 
limited to testifying about facts within the employee’s personal 
knowledge. Employees are prohibited from giving expert or 

m testimony. Fischer & Porter Co. v. Corning Glass 
Works. 61 F.R.D. "301, 181 USPQ 329 (E.D. Pa. 1974). Like- 
wise, employees are prohibited from answering hypothetical 
or speculative questions. In re Mayewsky, 162 “USPQ 86, 89 
(E.D. Va. 1969) (deposition of an examiner must be restricted 
to relevant matters of fact and must avoid any hypothetical or 
speculative questions or conclusions based thereon); Shaffer 
Tool Works v. Joy Mfg. Co., 167 USPQ 170 (S.D. Tex. 1970) 
(deposition of examiner should be limited to matters of fact 
and must not go into hypothetical or speculative areas or the 
bases, reasons, mental processes, analyses, or conclusions of 
the examiner in acting upon a patent application). Employees 
will not be permitted to give testimony with respect to subject 
matter which is privileged. Several court decisions limit testi- 
mony with respect to quasi-judicial functions performed by 
employees. Those decisions include United States v. Morgan, 
313 U.S. 409, 422 (1941) (improper to inquire into mental 
processes of quasi-judicial officer or to examine the manner 
and extent to which the officer considered an administrative 
record); Western Electric Co. v. Piezo Technology, Inc. v. 
Quigg, 860 F.2d 428, 8 USPQ 2d 1853 (Fed. Cir. 1988) (patent 
examiner may not be compelled to answer questions which 
probe the examiner’s technical knowledge of the subject matter 
of a patent); McCulloch Gas Processing Co. v. Department of 
Energy, 650 F.2d 1216, 1229 (Temp. Emer. Ct. App. 1981) 
(discovery of degree of expertise of individuals performing 
governmental functions not permitted); In re Nilssen , 851 F.2d 
1401, 7 USPQ 2d 1500 (Fed. Cir. 1988) (technical or scientific 
qualifications of examiners-in-chief are not legally relevant in 
appeal under 35 U.S.C. § 134 since board members need not 
be skilled in the art to render obviousness decision); Lange v. 
Commissioner, 352 F. Supp. 166, 176 USPQ 162 (D.D.C. 1972) 
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(technical qualifications of examiners-in-chief not relevant in 
§ 145 action). 

In view of the discussion above, if an employee is authorized 
to testify in connection with the employee’s involvement or 
assistance in a quasi-judicial proceeding which took place 
before the Patent and Trademark Office, the employee will not 
be permitted to give testimony in response to questions which 
seek: 


(1) Information about that employee’s: 


(B)Expertise. 
(C)Qualifications to examine or otherwise consider a par- 
ticular patent or trademark application. 
(D)Usual practice or whether the employee followed a 
lure set out in any Office manual of practice 
(including the MPEP or TMEP) in a particular case. 
(E) Consultation with another Office employee. 
(F) Understanding of: 
(i) A patented invention, an invention sought to be 
patented, or patent application, patent, reexamination 
or interference file. 
(ii) Prior art. 
(iii) Registered subject matter, subject matter sought to 
be registered, or a trademark application, registration, 
opposition, cancellation, interference or concurrent use 


(iv) Any Office manual of practice. 

(v) Office regulations. 

(vi) Patent, trademark, or other law. 

(vii) The responsibilities of another Office employee. 
(G) reliance on particular facts or arguments. 

(2) To inquire into the manner in and extent to which the 

employee considered or studied material in performing a 

quasi-judicial function. 

(3) To inquire into the bases, reasons, mental processes, 

analyses, or conclusions of that Office employee in per- 

forming the quasi-judicial function. 

Any request for testimony addressed or delivered to the 
Office of the Solicitor shall comply with 37 CFR 15a.4(c). All 
requests must be in writing . The need for a subpoena may be 
obviated where the request complies with 37 CFR 15a.4(c) if 
the — requesting the testimony further meets the following 
conditions: 


(1) The party requesting the testimony identifies the civil 
action or other legal proceeding for which the testimony is 
being taken. The identification shall include: 


(a) the style of the case, 

(b) the civil action number, 

(c) the district in which the civil action is pending, 

(d) the judge assigned to the case, and 

(e) the name, address, and telephone number of counsel 
for all parties in the civil action. 


(2) The party agrees not to ask questions seeking information 
which is precluded by 37 CFR 15a.6(b). 

(3) The party shall comply with applicable provisions of the 
Federal Rules of Civil Procedure, including Rule 30, and 
give ten working days notice to the Office of the Solicitor 
prior to the date a deposition is desired. Fifteen working 
days notice is required for any deposition which is desired 
to be taken between Nov. 15 and Jan. 15. 

(4) The party agrees to notice the deposition at a place 
convenient to the Patent and Trademark Office. The Confer- 
ence Room in the Office of the Solicitor is deemed to be a 
place convenient to the Office. 

(5) The party agrees to supply a copy of the transcript of 
the deposition to the Patent and Trademark Office for its 
records. 


Absent a written agreement meeting the conditions specified 
in paragraphs (1) through (5), a party must comply with the 
precise terms of 37 CFR 15a.4(c) and the Patent and Trademark 
Office will not permit a deposition without issuance of a sub- 


poena. 
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Beeps pn pe enable bah cada 
Register is prima facie evidence of the validity of the registra- 
tion. 15 U.S.C. § 1057(b). Public policy demands that every 
employee of the Patent and Trademark Office refuse to express 
to any person any opinion as to the validity of any registered 
ee See 0 Oe ee ee caer ee 
partes proceedings at the Trademark Trial and Appeal Board 
in cancellation and similar gs authorized by law. 

The question of validity of a registered trademark is otherwise 
exclusively a matter to be determined by a court. Members of 
en eee 
cially wary of any inquiry from any person outside the Patent 
and Trademark Office, including an employee of another Gov- 
ernment agency, the answer to which might indicate that a 
particular registration should not have been published or issued. 

Employees of the Patent and Trademark Office, particularly 

trademark examining attorneys who examined an application 
should not discuss or answer inquiries from any person outside 
the Patent and Trademark Office as to whether or not a certain 
— or other particular evidence was considered during 

the examination of the application or whether a trademark 
would have been published or registered if the registration or 
other evidence had been considered during the examination. 
Likewise, employees are cautioned against answering any 
inquiry concerning any entry in the trademark registration file, 
including the extent of the field of search and any entry relating 
thereto. The record of the file of a trademark registration or 
inter partes proceedings before the Trademark Trial and Appeal 
Board must speak for itself. 

Practitioners can be of material assistance in this regard by 
refraining from making improper inquiries of members of the 
trademark examining operation. Inquiries from members of the 
public relating to the matters discussed above must of necessity 
be refused and such refusal should not be considered discour- 
teous or an expression of opinion as to validity of any registra- 
tion. 


§ 1801.01 Office personnel not to testify 
[Reprint: 37 CFR 15a.1 
37 CFR 15a.2 
37 CFR 15a.3 
37 CFR 15a.4 
37 CFR 15a.5 
37 CFR 15a.6 
37 CFR 15a.7] 


It is the policy of the Patent and Trademark Office that its 
employees, including trademark examining attorneys, will not 
appear as witnesses or give testimony in legal proceedings, 
except under the conditions specified in 37 CFR Part 15a. Any 
employee who testifies contrary to this policy will be dismissed 
or ri . The reasons for this policy are set out in 37 CFR 
15a.3. 

Whenever an employee of the Patent and Trademark Office, 
including a trademark examining attorney, is asked to testify 
or receives a subpoena, the employee shall immediately notify 
the Office of the Solicitor. Inquiries requesting testimony shall 
be also referred immediately to the Office of the Solicitor. 

Trademark examining attorneys and other Patent and Trade- 
mark Office employees performing or assisting in the perfor- 
mance of quasi-judicial functions, are forbidden to testify as 
experts or to express opinions as to the validity of any registra- 
tion. 

Any individual desiring the testimony of an employee of the 
Patent and Trademark Office, including the testimony of a 
trademark examining attorney or other quasi-judicial ey. 
must comply with the provisions of 37 CFR Part 15a. 

A request for testimony of an employee of the Patent and 
Trademark Office should be made to the Office of the Solicitor 
at least ten working days prior to the date of the expected 
testimony. 

If an ar authorized to testify, the employee will be 
limited to testifying about facts within the employee’s personal 
knowledge. Employees are prohibited from giving expert or 
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ion testimony. Fischer & Porter Co. v. Corning Glass 
Works, 61 F.R.D. 321, 181 USPQ 329 (E.D. Pa. 1974). Like- 
wise, employees are prohibited from answering hypothetical 

or speculative questions. In re Mayewsky, 162 USPQ 86, 89 
(E.D. Va. 1969) (deposition of an examiner must be restricted 
to relevant matters of fact and must avoid any hypothetical or 
speculative questions or conclusions based ); Shaffer 
Tool Works v. Joy Mfg. Co., 167 USPQ 170 (S.D. Tex. 1970) 
(deposition of examiner should be limited to matters of fact 
and must not go into hypothetical or speculative areas or the 
bases, reasons, mental processes, analyses, or conclusions of 
the examiner in acting upon an application). Employees will 
not be permitted to give testimony with respect to subject matter 
which is privileged. Several court decisions limit testimony 
with respect to quasi-judicial functions performed by 
employees. Those decisions include United States v. Morgan, 
313 U.S. 409, 422 (1941) (improper to inquire into mental 
processes of quasi-judicial officer or to examine the manner 
and extent to which the officer considered an administrative 
record); Western Electric Co. v. Piezo Technology, Inc. v. 
Quigg, 860 F.2d 428, 8 USPQ 2d 1583 (Fed. Cir. 1988) (patent 
examiner may not be compelled to answer questions which 
probe the examiner’s technical knowledge of the subject matter 
of a patent); McCulloch Gas Processing Co. v. Department 
of Energy, 650 F.2d 1216, 1229 (Temp. Emer. Ct. App. 1981) 
(discovery of degree of expertise of individuals performing 
governmental functions not permitted); In re Nilssen, 851 F.2d 
1401, 7 USPQ 2d 1500 (Fed. Cir. 1988) (technical or scientific 
qualifications of examiners-in-chief are not legally relevant in 
appeal under 35 U.S.C. § 134 since board members need not 
be skilled in the art to render obviousness decision); Lancev.- 
Commissioner, 352 F. Supp. 166, 176 USPQ 162 (D.D.C. 1972) 
(technical qualifications of examiners-in-chief not relevant in 
Sec. 145 action). 

In view of the discussion above, if an employee is authorized 
to testify in connection with the employee’s involvement or 
assistance in a quasi-judicial proceeding which took place 
before the Patent and Trademark Office, the employee will not 
be tage ene to give testimony in response to questions which 


“1D Information about that employee’s: 


(A) Background. 
(B) Expertise. 
(C) Qualifications to examine or otherwise consider a 
particular patent or trademark application. 
(D) Usual practice or whether the employee followed a 
procedure set out in any Office manual of practice 
(including the MPEP or TMEP) in a particular case. 
(E) Consultation with another Office employee. 
(F) Understanding of: 
(i) A patented invention, an invention sought to be 
patented, or —_ application, patent, reexamination 
or interference fi 
(ii) Prior art. 
Cit) Registered subject matter, subject matter sought to 
registered, or a trademark application, registration, 
opposition cuedaebal interference or concurrent use 
e. 
(iv) Any Office manual of practice. 
(v) Office regulations 
(vi) Patent, trademark, or other law. 
(vii) The responsibilities of another Office employee. 
(G) Reliance on particular facts or arguments. 

(2) To inquire into the manner in and extent to which the 
employee considered or studied material in performing a quasi- 
judicial function. 

(3) To inquire into the bases, reasons, mental processes, 
analyses, or conclusions of that Office employee in performing 
the quasi-judicial function. 


Any request for testimony addressed or delivered to the 
Office of the Solicitor shall comply with 37 CFR 15a.4(c). All 
requests must be in writing. The need for a subpoena may be 

obviated where the request complies with 37 CFR 15a.4(c) 
only if the party requesting the testimony further meets the 
following conditions: 
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(1) The party requesting the testimony identifies the civil 
action or other proceeding for which the testimony is 
being taken. The identification shall include: 

(a) the style of the case, 

(b) the civil action number, 

(c) the district in which the civil action is pending, 

(d) the judge assigned to the case, and 

(e) the name, address, and telephone number of counsel 
for all parties in the civil action. 


(2) The party agrees not to ask questions seeking information 
which is precluded by 37 CFR 15a.6(b). 

(3) The party shall comply with applicable provisions of the 
Federal Rules of Civil Procedure, including Rule 30, and give 
ten working days notice to the Office of the Solicitor prior to 
the date a deposition is desired. 

Fifteen working days notice is required for any deposition 
which is desired to be taken between Nov. 15 and Jan. 15. 

(4) The party agrees to notice the deposition at a place 
convenient to the Patent and Trademark Office. The Conference 
Room in the Office of the Solicitor is deemed to be a place 
convenient to the Office. 

(5) The party agrees to supply a copy of the transcript of the 
deposition to the Patent and Trademark Office for its records. 


Absent a written agreement meeting the conditions specified 
in paragraphs (1) through (5), a party must comply with the 
precise terms of 37 CFR 15a.4(c) and the Patent and Trademark 
Office will not permit a deposition without issuance of a sub- 
poena. 


Feb. 7, 1989 FRED E. McKELVEY 


Solicitor 
[1099 OG 36] 


(128) Department of Commerce 


Patent and Trademark Office 
37 CFR Parts 15 and 15a 
[Docket No. 960722200-6200-01] 
RIN 0651-XX07 


Service of Process; Testimony by Employees and the 
Production of Documents in Legal Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final rule. 

Summary: This final rule removes parts dealing with service 
of process on Patent and Trademark Office (PTO) employees 
in their official capacity and with testimony by employees and 


production of documents in legal proceedings. The PTO will 
rely on analogous Commerce Department  ———— found in 
title 15 of the Code of Federal Regulations. 

Effective Date: August 19, 1996 

For Further Information Contact: Kenneth Corsello by tele- 
phone at (703) 305-9041; by mail marked to his attention and 
addressed to the Office of the Solicitor, Box 8, Washington, 
D.C. 20231; by electronic mail to corsello@uspto.gov; or by 
fax marked to his attention at (703) 305-9373. 

Supplementary Information: In March 1995, President Clinton 
issued a directive to Federal agencies regarding their responsi- 
bilities under his Regulatory Reform Initiative. This initiative 
is ae of the National Performance Review and calls for imme- 

diate, comprehensive regulatory reform. The President directed 
all agencies to undertake, as part of this initiative, an exhaustive 
review of all of their regulations—with an emphasis on elimi- 
nating or modifying those that are osbolete or otherwise in 
need of reform. This final rule is part of the Regulatory Reform 


Initiative. 

The it of Commerce regulations dealing with ser- 
vice of process (15 CFR Part 15) and with employee testimony 
and the production of documents (15 CFR Part 15a) apply to 
the PTO. Therefore, the PTO is removing 37 CFR Parts 15 
and 15a because they are unnecessary and duplicative. 
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This rule is not a significant rule for the purposes of Executive 
Order 12866. Notice and comment is not required for this 
rulemaking because it relates to agency management or per- 
sonnel, 5 U. S.C. 553(a)(2), and ao no regulatory flexibility 
analysis is —— 5 U.S.C. 603(a). This rule does not change 
the paperwork burden imposed on the public. See 44 U.S.C. 
3501 et seq. 

List of Subjects 
37 CFR Part 15 

Attorneys, Administrative practice and procedure, Courts, 
Government employees. 

37 CFR Part 15a 

Attorneys, Administrative practice and procedure, Courts, 
Government employees. 

For the reasons set forth in the preamble, and pursuant to 
the authority contained in 35 U.S.C. 6, 37 CFR Chapter I is 
amended as follows: 

Part 15 — [Removed and Reserved] 

1. Part 15 is removed and reserved. 
Part 15a — [Removed and Reserved] 

1. Part 15a is removed and reserved. 

BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1190 OG 46] 


August 13, 1996 


(129) Department of Commerce 


Patent and Trademark Office 


United States Adherence to the 
International Union for the Protection of New Varieties 
of Plants (UPOV) 


On Nov. 12, 1980, the United States deposited its instrument 
of acceptance of the 1978 text of the UPOV Convention. The 
United States was the second State to adhere to this text, New 
Zealand having earlier done so. 

The UPOV Convention will take effect with respect to the 
United States and the other adherents to the 1978 text upon a 
total of five adherences, three of which must be by present 
member States (States adhering to the text of the Convention). 
We expect at least three present member States to adhere shortly 
and the 1978 text to take effect, therefore, during 1981. 

The United States deposited its instrument of acceptance on 
the basis of the legal protection offered for asexually reproduced 
plants under the plant patent law (35 U.S.C. 161- 164) Accord- 
ingly, the Convention will apply only to asexually reproduced 
plants protected under this law. Steps are now being taken, 
however, by the Plant Variety Protection Office of the Depart- 
ment of Agriculture to conform the implementation of the Plant 
Variety Protection Act (7 U.S.C. 2321 et seq.) to the Conven- 
tion’s requirements. When this is done, the United States will 
notify the UPOV Secretariat that the Convention is also appli- 
cable in the United States to sexually reproduced plants pro- 
tected under that Act. 

Questions concerning the UPOV Convention may be directed 
to the Office of Legislation and International Affairs of the 
Patent and Trademark Office. This Office may be addressed 
as follows: Box 4, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. The Office’s telephone number is 
(703) 557-3065. 
Dec. 16, 1980 SIDNEY A. DIAMOND 
Commissioner of Patents 

and Trademarks 


[1002 0.G. 102] 





JANUARY 7, 1997 


(130) T Effect in the United States 
of ternational Convention for 
the Protection of New Varieties of Plants 


The International Convention for the Protection of New Vari- 
eties of Plants (the UPOV Convention) will take effect in the 
United States on Nov. 8, 1981. It will apply to all applications 
for the patenting of plants under the provisions of Title 35, 
United States Code, which are filed on or after Nov. 8, 1981. 
The actual filing date will govern in determining whether the 
Convention will apply to an application, even though the appli- 
cation may be entitled to an earlier effective date under section 
119 or 120 of Title 35, United States Code. 

In addition to the United States, the UPOV Convention will 
be in effect as of Nov. 8, 1981, in the following fourteen States: 
Belgium, Denmark, Federal Republic of Germany, France, Ire- 
land, Israel, Italy, Netherlands, New Zealand, Republic of South 
Africa, Spain, Sweden, Switzerland, and the United Kingdom. 

No changes in the patent law are needed to implement the 
UPOV Convention in the United States. An applicant for a 
plant patent will be required, however, to submit for registration 
a variety name for the plant to be patented. Registration is 
required by Article 13 of the UPOV Convention. 

Registrability shall be determined in accordance with the 
International Code of Nomenclature for Cultivated Plants 
(1980). As an interim procedure pending the promulgation 
of an appropriate rule, inclusion of the variety name in the 
application will be accepted as a submission of the name for 
registration. No plant patent as a result of an application filed 
on or after Nov. 8, 1981, shall be issued without the registration 
of a variety name. Questions concerning this variety naming 
requirement or the UPOV Convention may be addressed to: 


Mr. Michael K. Kirk, Director 

Office of Legislation and 

International Affairs Box 4 

U.S. Patent and Trademark Office Washington, D.C. 20231 


Mr. Kirk’s telephone number is (703) 557-3065. 
GERALD J. MOSSINGHOFF 


Commissioner of Patents 
and Trademarks 


Oct. 15, 1981 


[1011 O.G. 27] 


(131) 


Announcement on the Starting Date 
of Operations under the Eurasian 
Patent Convention 


The United States Patent and Trademark Office received 
notification from the World Intellectual Property Organization 
(WIPO) that: 


1. The starting date of operation under the Eurasian Patent 
Convention* which was done at Moscow on September 9, 
1994, is January 1, 1996. As from that date, the Eurasian Patent 
Office receives Eurasian patent applications and Eurasian 
patents can be sought** in international applications under the 
Patent Cooperation Treaty (PCT). 

Name of the Office: Evraziiskoe patentnoe vedoms- 
trvo (EAPV) Eurasian Patent 
Office (EAPO) 


Location and mailing M. Cherkassky per. 2/6, EAPV 
address: Moscow Centre, GSP, 103621 
Russian Federation 


Telephone: (70-95) 206 63 21 
Facsimile: (70-95) 921 24 23 


The President of the Eurasian Patent Office is Mr. Viktor I. 
Blinnikov. 


2. By December 31, 1995, the following nine States (hereafter 
referred to as “the Contracting States”) have deposited their 
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instruments of accession to, or ratification of, the Eurasian 
Patent Convention with the Director General of the World 
Intellectual Property Organization: Armenia, Azerbaijan, 
Belarus, Kazakstan, Kyrgyzstan, Republic of Moldova, Russian 
Federation, Tajikistan and Turkmenistan.*** 


3. The Convention allows anyone—irrespective of nation- 
ality or domicile—to obtain a Eurasian patent for invention, 
having effect in all the Contracting States, by filing a single 
application with, and making a single payment to, the Eurasian 
Patent Office in Moscow. The request part of an application 
for the grant of a Eurasian patent must be in Russian. Other 
parts of the Eurasian application may, at the moment of the 
filing of the application, be in Russian or in any other language. 
For any parts that are not in Russian, a Russian translation 
must be furnished by the applicant within two months following 
the date of receipt, by the Eurasian Patent Office, of the Eurasian 
application. The Eurasian Patent Office accepts the filing of 
applications by facsimile, but the signed original must reach 
the Office within 14 days. 


4. The procedure in the Eurasian Patent Office follows the 
usual rules: there is an examination as to form; this is followed 
by search, publication after the expiry of 18 months from the 
priority date, substantive examination (which is done on the 
request of the applicant; such a request must be made before 
the expiry of six months from the date of publication of the 
search report), and grant or refusal of grant of the Eurasian 


patent. 


5. If the grant of the Eurasian patent is refused, the applicant 
may transform his Eurasian application into national applica- 
tions having the filing date and the priority date, if any, of the 
Eurasian application, in those Contracting States in which he 
wishes to obtain a national patent under the national procedure. 


6. The granted Eurasian patent is not a bundle of national 
patents but has, in the Contracting States, a unitary legal effect 
governed by the Convention and the Patent Regulations adopted 
by the Administrative Council. 


7. Any dispute concerning the validity in a given Contracting 
State, or an infringement in a given Contracting State, of a 
Eurasian patent will be decided by the national courts or other 
competent authorities of that State on the basis of the Conven- 
tion and the Patent Regulations. Such a decision has legal effect 
only in the territory of that Contracting State. 


8. In the case of a dispute, any national court or other compe- 
tent authority of a Contracting State in which Russian is not 
a State language may require that the plaintiff furnish to it a 
translation of the Eurasian patent in the State language. 


9. There is no requirement and no possibility to designate 
Contracting States in the Eurasian patent application. The Eur- 
asian patent has effect on the territory of all Contracting States 
from the date of its publication by the Eurasian Patent Office. 
However, at the time when the annual maintenance fees are 
due and are paid, the owner of the patent must designate by 
name those Contracting States in which he wishes the effect 
of the patent to continue. Designations must be addressed to 
the Eurasian Patent Office, and the patent maintenance fees 
must be paid at the same time. A separate fee is payable in 
respect of each designated Contracting State. 


10. Any person who has the right to be a representative 
before the national Patent Office of a Contracting State and 
who is registered with the Eurasian Patent Office as a patent 
agent may act as representative before the Eurasian Patent 
Office. Where the applicant does not have his residence or 
principal place of business in the territory of a Contracting 
State, he is required to be represented by a so registered patent 
agent. 


11. The fee to be paid at the filing of a Eurasian application 
(so called “unitary procedural fee”) is US$ 800, plus US$ 50 
for each claim in excess of ten, if any. This fee covers also 
search and publication. This fee is reduced by 25% when the 
application, filed via the PCT, enters the regional phase before 
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the Eurasian Patent Office and is accompanied by an interna- 
tional (PCT) search report. A further amount of US$ 800 is 
payable when examination is requested. Finally, US$ 500 are 
payable when the Eurasian patent is granted. 


12. The list of registered patent agents, the schedule of fees 
and printed application (and other) forms are available from 
the Eurasian Patent Office. 


* For the text of the Eurasian Patent Convention, see ee reey Lent 
Treaties, MULTILATERAL TREATIES - Text 2-013, i Property and 
Se aoe ae. 1995. 


we hens nyt States party to the Eurasian Patent Convention, see PCT 
Newsletter 11/1995, pages 1 and 6. 

*** As to the date of entry into force of the Convention for a given State, see the 
corresponding EAPC issued by WIPO. 


Notification 
BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


February 13, 1996 


[1184 OG 40] 
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tent and Trademark Office 


37 CFR Part 10 
[Docket No. 9511277-5277-01] 
RIN 0651-AA65 


Cross-Appeals in Patent and Trademark Office 
Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
a rule of practice in disciplinary cases to provide a time period 
for filing a cross-appeal to the Commissioner of Patents and 
Trademarks after the initial decision of the Administrative Law 
Judge (ALJ). This amendment will simplify the appeals practice 
in disciplinary cases by eliminating the need to file contingent 


Effective Date: January 16, 1996. 
For Further Information Contact: Karen L. Bovard, 703-308- 
5316. 
Supplementary Information: The PTO issued a second notice of 
proposed rulemaking to amend a rule of practice in practitioner 
disciplinary proceedings. 60 FR 4395, Jan. 23, 1995. Under 
the existing practice, after the ALJ’s initial decision, a party 
(either the respondent or the Director of the office of Enrollment 
and Discipline) might be obliged to file a contingent appeal to 
protect cross-appealable issues in the event the opposing party 
filed an appeal. The amended rule provides a time period for 
the party to file a cross-appeal after the opposing party has 
appealed to the Commissioner from the ALJ’s initial decision. 
No comment to the second notice of proposed rulemaking 
was received. The proposed rule is adopted. 


Other Considerations 


This rule change conforms with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12612 and 12866, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy of the Small Business Administration 
that the rule change will not have a significant impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 605(b)). The principal impact of the rule change is to 
provide a time period to file a cross-appeal in a PTO disciplinary 

. See the first notice of proposed rulemaking. 58 FR 
at 38996. 


The PTO has determined that the rule change has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
order 12612. The rule change is not significant for the purposes 
of Executive Order 12866. 
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The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U:S.C. 3501 et seq., since no 
record keeping or reporting requirements within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 10 


Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and recordkeeping requirements. 

Pursuant to the authority contained in 35 U.S.C. 6, the PTO 
amends 37 CFR part 10 as follows: 


Part 10-Representation of Others Before the Patent and 
Trademark Office 


1. The authority citation for 37 CFR part 10 would continue 
to read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


2. Section 10.155 is amended by revising paragraph (a) to 
read as follows: 


§ 10.155 Appeal to the Commissioner. 


Fs nage ee Nag days from the date of the initial decision 
the administrative law judge under § 10.154, either as ony 
ph oF eng yt i If an appeal is taken, the 
time for filing a cross-appeal expires (1) 14 days after the ‘date 
of service of the pursuant to § 10.142 or (2) 30 days 
after the date of the initial decision of the administrative law 
judge, whichever is later. An appeal or cross-appeal by the 
respondent will be filed and served with the Director in dupli- 
cate and will include exceptions to the decisions of the adminis- 
trative law judge and supporting reasons for those exceptions. 
If the Director files the appeal or cross-appeal, the Director 
shall serve on the other party a copy of the appeal or cross- 
. The other party to an appeal or cross- may file 
a reply brief. A respondent’s reply brief shall be filed and 
served in duplicate with the Director. The time for filing any 
reply brief expires thirty (30) days after the date of service 
pursuant to § 10.142 of an appeal, cross-appeal or copy thereof. 
If the Director files a reply brief, the Director shall serve on 
the other party a copy of the reply brief. Upon the filing of an 
appeal, cross-appeal, if any, and reply briefs, if any, the Director 
shall transmit the entire record to the Commissioner. 


see * 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


December 7, 1995 


[182 OG 517] 


(133) Department of Commerce 
Patent and Trademark Office 


37 CFR Part 10 
[Docket No. 930366-4319] 
RIN 0651-AA65 


Cross-Appeals in Patent and Trademark 
Office Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Proposed Rulemaking. 

Summary: On July 21, 1993, the Patent and Trademark Office 
(PTO) proposed amending a rule of practice in practitioner 


disciplinary proceedings. 58 FR 38994. The proposed rule 
ealiies Gis ocean aavat aaa ae 
proceeding to fil 
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decision of the administrative law judge (ALJ) to the Commis- 
sioner. Currently, PTO rules do not provide for such a time 
period. A party in a disciplinary proceeding may be interested 
in appealing only if the other party has led. Allowing a 
time period for filing a cross-appeal will give parties to disci- 
plinary cases more flexibility after an initial decision by the 
administrative law judge and will avoid the necessity of filing 
: — a simply to preserve rights in the event the 
ther party files an appeal. 

er comment to the rule change proposed on July 21, 1993, 
was received suggesting substantive changes. This second 
notice adopts that suggested change. 


Dates: Written comments must be received on or before [March 
16, 1995] to ensure consideration. An oral hearing will not be 
conducted. 


Addresses: Address written comments to Commissioner of 
Patents and Trademarks, Box OED, Washington, D.C. 20231, 
marked to the attention of Harry I. Moatz. Written comments 
will be available for public inspection in Suite 518, on the Sth 
floor of Crystal Park I, located at 2011 Crystal Drive, Arlington, 
Virginia. 

For Further Information Contact: Harry I. Moatz by telephone 
at (703) 308-5273 or by mail marked to his attention and 
addressed to Commissioner of Patents and Trademarks, Box 
OED, Washington, D.C. 20231. 


Supplementary Information: A Notice of Proposed Rulemaking 
was published in the Federal Register (58 FR 38994) on July 
21, 1993, and in the Official Gazette of the PTO (1153 Off. 
Gaz. 32) on August 10, 1993. Comments were due August 20, 
1993. One comment was received. The comment suggested a 
substantive change to the original proposed rulemaking. The 
PTO has adopted the change and is now publishing a second 
notice requesting comments on the amended notice. 

Pursuant to 37 CFR § 10.132 et seq., the Director of the 
Office of Enrollment and Discipline within the PTO may initiate 
a disciplinary proceeding against a practitioner. If the pro- 
ceeding is contested by > Be. practitioner and the Director con- 
tinues to prosecute, an ALJ for the Department of Commerce 
enters an initial decision which includes findings of fact, conclu- 
sions of law and an order. 37 CFR § 10.154. 

Either party to the proceeding may appeal from the initial 
decision of the ALJ to the Commissioner within thirty (30) 
days of the date of the decision. 37 CFR § 10.155(a). However, 
prior to this proposed rule change, § 10.155(a) did not provide 
for the filing of a cross-appeal. 

With regard to interference proceedings, 37 CFR § 1.304(a) 
addresses the filing of cross-appeals by stating in pertinent part 
that: 


the time for filing a cross-appeal [to the Court of Appeals 
for the Federal Circuit] or cross-action [in a district court] 
expires (1) 14 days after service of the notice of appeal or the 
summons and complaint or (2) two months after the date of 
decision of the Board of Patent Appeals and Interferences, 
whichever is later. 


The proposed rule change is similar to the cross-appeal 
authorized in interference proceedings. 


Response to and Analysis of Comment: The single comment 
suggested that the second sentence of the proposed § 10.155(a) 
be modified by adding “pursuant to § 10.142” after “(1) 14 
days after service of the appeal” to make clear that the period 
for filing a cross-appeal or reply brief runs from service pursuant 
to § 10.142. The suggestion is being adopted. The comment 
further suggested that the fifth sentence in the rule proposed 
on July 21, 1993, be separated into three new sentences. The 
first and second new sentences make clear that “the other party 

or cross-appeal may file a reply brief,” and that 
a a “reply brief by the Se or yl is to be “served in duplicate 
with the Director.” The third new sentence provides a date 
certain for filing any reply brief by avoiding uncertainty as to 
when “receipt” of an appeal, cross-appeal or copy thereof 
occurs, and by relying on the date of Naveed peemas to 6 
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10.142” of an appeal, poets 2 ge 3 or a copy ——[—/—. The 
suggestions have been adopted in the proposed ru 


Other Considerations: This rule change conforms with the 
requirements of the Regulatory Flexibility Act (5 U.S.C. 601 
et seq.), Executive Orders 12612 and 12866, and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
cestified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal 
impact of the rule change is to provide a time period to file a 
cross-appeal in a PTO disciplinary proceeding. See the original 
notice of proposed rulemaking published in the Federal Reg- 
ister, 58 FR at 38996. 

The PTO has determined that the rule change has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. The Office of Management and Budget has deter- 
mined that the rule change is not significant for the purposes 
of Executive Order 12866. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
record keeping or reporting requirements within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 10 


Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and recordkeeping requirements. 


For the reasons set out in the preamble, and pursuant to the 
authority contained in 35 U.S.C. 6, the PTO proposes to amend 
37 CFR part 10 as follows, wherein deletions are indicated by 
brackets ([]) and additions by arrows (4): 


Part 10-Representation of Others Before The Patent and 
Trademark Office 


1. The authority citation for 37 CFR part 10 would continue 
to read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


2. Section 10.155 is amended by revising paragraph (a) to 
read as follows: 


§ 10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial decision 
of the administrative law judge under § 10.154, either party 
may appeal to the Commissioner. If an is taken, the 
time for filing a cross-appeal expires (1) 14 days after the date 
of service of the appeal pursuant to § 10.142 or (2) 30 days 
after the date of the initial decision of the administrative law 
judge, whichever is later. An appeal Por cross appeal by 

it will be filed and served with the Director in 
duplicare and will include exceptions to the decisions of the 
administrative law judge and supporting reasons for those 
exceptions. If the Director files the appeal Por cross-appeal 
, the Director shall serve Pon the other party<4 a copy of the 
appeal Por cross-appeal<4. The other party to an appeal or 
cross-appeal may file a reply brief. A respondent’s reply brief 
shall be filed and served in duplicate with the Director. The 
time for filing any reply brief expires<4 [Within] thirty (30) 
days after Pthe date of [receipt] Pservice pursuant to § 
10. i424 of an appeal cross-appeal or copy thereof], the 
other party may file a reply brief, in duplicate with the Director]. 
If the Director files [the] a reply brief, the Director shall 
serve Pon the other party<4 a copy of the reply brief. Upon 
the filing of an appeal P,cross appeal, if any,<4 and [a] reply 
briefs, if any, the Director shall transmit the entire record 
to the Commissioner. 


January 13, 1995 


[1171 OG 33] 
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(134) Department of Commerce 
Patent and Trademark Office 

37 CFR Part 501 


[Docket No. 80627-8127] 


Uniform Patent Policy for Domestic 
Rights in Inventions Made by Government Employees 


Agency: Under Secretary for Economic Affairs, Department of 
Commerce. 


Action: Final rule. 

Summary: Executive Order 10096, as amended by Executive 
Order 10930, sets forth the policies and procedures for deter- 
mining the rights in Federal employee inventions with respect 
to the Federal employee and the Government employer. The 
Delegation of Authority from the Secretary of Commerce dated 
Sept. 15, 1988 and effective Nov. 1, 1988, transferred adminis- 
tration of the provisions of Executive Order 10096 as amended 
by Executive Order 10930 from the Commission of Patents 
and Trademarks to the under Secretary for Economic Affairs 
in the Department of Commerce. This final rule establishes 37 
CFR Part 501 which sets forth this delegation of authority to 
the Under Secretary. In addition, each Government agency 
is authorized to determine whether the results of research, 
development or other activity constitute an invention with the 
purview of Executive Order 10096, as amended by Executive 
Order 10930 and to determine initially the ri therein in 


ghts 
accordance with the provisions of section 501.6 and 501.7 


herein. By separate notice in today’s Federal Register the Patent 
and Trademark Office is deleting 37 CFR Part 100. 
Effective Date: Nov. 1, 1988. 

However, all rights, determinations, and appeals submitted 
to the Commissioner prior to the effective date, will be reviewed 
by the Commissioner under the procedures of 37 CFR Part 
100. 

Address: Comments may be sent to Mr. Joseph P. Allen, Acting 
Technology Management Division, Office 
of the Under Secretary for Economic Affairs, United States 
mt of Commerce, Room 4839, Herbert C. Hoover 
Bldg., Washington, D.C. 20230. 
For Further Information Contact: Mr. Joseph P. Allen, by 
telephone at (202) 377-8100 or Robert B. Ellert by telephone 
at (202) 377-5394. 
Supplementary Information: Executive Order 10096, as 
amended by Executive Order 10930, sets forth the policies and 
for determining the rights in Federal Employee 
inventions with respect to the Federal employer and the Govern- 
ment employer. The Under Secretary for Economic Affairs of 
the t of Commerce was delegated responsibility for 
oversight of the Executive Order on Sept. 15, 1988. Functions 
required by the Executive Order were previously performed 
by the Commissioner of Patents and Trademarks. This final 
tule is substantially the same as the rule set out in 37 CFR 
Part 100, except, the Secretary of Commerce is substituted for 
the Commissioner of Patents and Trademarks, and advance 
approval is given to agency heads to make final determinations 
relating to determinations of rights decisions of Government 
employee inventions, subject to employee appeal to the Secre- 


a Reagan in Executive Order 12591, on April 10, 
1987 directed all Government agencies to facilitate the transfer 
of technology developed at federal laboratories to the private 
sector and to promote its commercialization. To accomplish 
the goals of E.O. 12591 it is necessary that rights to inventions 
made by government employees by determined as expidiously 
as possible. Accordingly, the has reviewed the 
existing and policies under 37 CFR Part 100 and 
concluded that administration of the functions thereunder could 
be performed on a more efficient basis by confining the role 
of the Department of Commerce to appeals by employees from 
disputed agency determinations. Accordingly, under 37 CFR 
Part 501, each Government agency is given the authority to 
determine whether the results of research, development or other 
activates within the agency constitute an invention by an 
employee, and to determine initially the rights relating to owner- 
ship within the provisions of Executive Order 10096 as 
amended by Executive Order 10930. If no appeal is taken to 
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the secretary by an employee under section 501.8, the initial 
determination of the agency will be final. 

Notwithstanding the fact that this is a final rule, comments 
are requested. 

Because this rule concerns agency management and per- 
sonnel, it is not a rule or regulation within the meaning of 
section 1(a) of Executive Order 12291, and it is not subject to 
the requirements of the Order. Accordingly, no preliminary or 
final regulatory impact analysis has to be or will be prepared. 

Because notice of proposed rulemaking and an opportunity 
for public comments are not required to be given for this rule 
by section 553 of the Administrative Procedure Act (5 U.S.C. 
533), or by any other law, no regulatory flexibility analysis 
has to be or will be prepared for purposes of the Regulatory 
Act (5 U.S.C. 603(a) and 604(a)). 

This final rule does not contain policies with Federalism 
implications sufficient to warrant preparation of a Federalism 
assessment under Executive Order 12612. This rule does not 
contain collections of information for purposes of the Paper- 
work Reduction Act. 

The changes in the process of determining employee rights 
to inventions made by this rule do not have takings implications 
sufficient to require pi ion of a Taking Implications 
Assessment under Executive Order 12630. 


List of Subjects in 37 CFR Part 501 
Uniform patent policy. domestic Rights in inventions, Inven- 
tions made by Government employees. 


ROBERT ORTNER 
Under Secretary for 
Economic Affairs 


Oct. 3, 1988 


**# ee * 


For reasons set forth in the preamble 37 CFR is amended 
by adding Chapter V, consisting of Part 501, to read as follows: 


CHAPTER V UNDER SECRETARY FOR ECONOMIC 
AFFAIRS, DEPARTMENT OF COMMERCE 


PART 501 UNIFORM PATENT POLICY FOR DOMES- 
TIC RIGHTS IN INVENTIONS MADE BY GOVERN- 
MENT EMPLOYEES 


Sec. 


501.1 Purpose. 
501.2 


501.3 Definitions. 

501.4 Determination of Inventions and Rights therein. 

501.5 Agency Liaison Officer. 

501.6 Criteria for The Determination of Rights in andto Inven- 
tions. 

501.7 Agency Determination. 

501.8 Appeals by — 

501.9 Patent 

501.10 Sineahination of this part and of implementing regula- 
tions. 


Authority: Sec. 4, E.O. 10096, 3 CFR 1949-1953 Comp., p 
292, as amended by E.O. 10930, 3 CFR 1959-1963 Comp., p. 
456; and Delegation of Authority by the Secretary of Com- 
merce, Sept. 15, 1988, DOO 10-9. 


§ 501.1 Purpose 

The purpose of this part is to provide for the administration 
of a uniform patent policy for the Government with respect to 
the domestic rights in inventions made by Government 
employees and to prescribe rules and regulations for imple- 
mentins, and effectuating such policy. 
§ 501.2 Scope 

This part applies to any invention made by a Government 
employee and to any action taken with respect thereto. 


§ 501.3 Definitions 


(a) The term “Secretary,” as used in this part, means the 
Under Secretary of Commerce for Economic Affairs. 
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(b) The term “Government agency” as used in this part, 
means and Executive oS or independent establishment 
of the Executive branch of the Government (including any 
independent regulatory commission or board, any corporation 
wholly owned by the United States, and the Smithsonian Institu- 
tion), but does not include the Department of Energy for inven- 
— made or conceived under the provisions of 42 U.S.C 

(c) The term “Government employee,” as used in this part, 
means any officer or employee, civilian or military, of any 
Government agency, including any part-time consultant or part- 
time employee except as may otherwise be provided for by 
agency regulation approved by the Secretary. 

(d) The term “invention,” as used in this part, means any 
art, machine, manufacture, design or composition of matter, or 
any new and useful improvement thereof, or any variety of 
plant, which is or may be patentable under the Patent laws of 
the United States. 


§ 501.4 Determination of Inventions and rights therein. 


Each Government agency has the approval of the Secretary 
to determine whether the results of research, development, or 
other activity in the agency constitute an invention within the 
purview of E.O. 10096, as amended by E.O. 19030 and to 
determine the rights therein in accordance with the provisions 
of § 501.6 and 501.7 herein. 


§ 501.5 Agency Liaison Officer 


Each Government agency shall designate a liaison officer 
to represent the agency before the secretary. Provided, however, 
that the Departments of the Army, the Navy, and the Air Force 
may each designate a liaison officer. 


§ 501.6 Criteria for the Determination of Rights In and To 
Inventions. 


(a) The following rules shall be applied in determining the 
respective rights of the Government and of the inventor in and 
to any invention that is subject to the provisions of this part: 


(1) The Government shall obtain, except as herein otherwise 
provided, the entire domestic right, title and interest in and to 
any invention made be any Government employee: 

(i) During working hours, or 

(ii) With a contribution by the Government of facilities, 
equipment, materials, funds or information, or of time or 
— or other Government employees on official duty, 


(ii) Which bears a direct relation to or is made in conse- 
quence of the official duties of the inventor. 


Foreign patent rights are governed by the provisions of 37 
CFR Part 101. 


(2) In any case where the contribution of the Government, 
as measured by any one or more of the criteria set forth’ in 
paragraph (a)(1) of this section, to the inventor is insufficient 
equitable to justify a requirement of assignment to the Govern- 
ment of the entire domestic right, title, and interest in and to 
such invention, or in any case where the Government has 
insufficient interest in an invention to obtain the entire domestic 
right, title, and interest therein (although the Government could 
obtain same under paragraph(a)(1) of this section), the Govern- 
ment agency concerned shall leave title to such invention in 
the employees subject however, to the reservation of the govern- 
ment of a non-exclusive, irrevocable, royalty-free license in 
the invention with power to grant licenses for all governmental 
purposes, such reservation, in the terms thereof, to appear, 
where practicable, in any patent, domestic or foreign, which 
may issue on such invention. Reference is made to section 15 
of the Federal Technology Transfer Act of 1986 (15 U.S.C. 
3710d) which requires a Government agency to allow the 
inventor to retain title to any covered invention where the 
agency does not intend to file a patent application or otherwise 
promote commercialization. 
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(3) In applying the provisions of paragraph (a)(1) and (2) 
of this section to the facts and circumstances relating to the 
making of a particular invention it shall be that an 
invention made by an employee who is employed or assigned: 


(i) To invent or improve or perfect any art, machine, 

design, manufacture or composition of matter, 

(ii) To conduct or perform research, development work, 
or both 


(iii) To supervise, direct, coordinate, or review Govern- 
ment financed or conducted research, development work, 
or both, or 

(iv) To act in a liaison capacity among governmental or 
non-governmental agencies or individuals engayed in such 
research or development work, falls within the. provisions 
of paragraph (a)(1) of this section, and shall be 

that any invention made by any other employee falls within 
the provision of paragraph (a)(2) of this section. Either 
presumption may be rebutted by a showing of the facts 
and circumstances in the case and shall not preclude a 
determination that these facts and circumstances justify 
leaving the entire right, title, and interest in and to the 
invention in the Governmefit employees, subject to the 
law. 


(4) In any case wherein the Government neither: 


(i) Obtains the entire domestic right, title and interest in 
and to an invention pursuant to the provisions of paragraph 
(a)(1) of this section nor 

(ii) Reserves a non-exclusive, irrevocable, royalty-free 
license in the invention, with power to grant licenses for 
all governmental S, pursuant to the provisions of 
paragraph (a)(2) of this section. 


The Government shall leave the entire right, title and interest 
in and to the invention in the government employee, subject 
to law. 


§ 501.7 Agency determination. 


(a) If the agency determines that the Government is entitles 
to obtain title pursuant to § 501.6(a)(1) and the employee does 
not appeal, no further review is required. 

(b) In the event that a Government agency determines, pur- 
suant to paragraph G2) or (a)(4) of § 501.6, that title to an 
invention shall be left with the employee, the agency shall 
notify the employee of this determination. 

(c) In the case of a determination under either paragraph (a) 
or (b) of this section, the agency shall promptly prepare, and 
preserve in appropriate files, accessible to the Secretary, a 
written, si and dated statement concerning the invention 
including the following: 


(1) A description of the invention in sufficient detail to 
identify the invention and show its relationship to the 
employee’s duties and work assignments; 

(2) The name of the employee and employee status, 
including a detailed statement of official duties and respon- 
sibilities at the time the invention was made, and 

(3) An explanation of the agency determination and rea- 
sons therefor. The agency shall, subject to considerations 
of national security, or public health, safety, or welfare, 
submit to the Secretary, if an appeal is taken, a copy of 
this written statement. 


§ 501.8 Appeals by employees. 


(a) Any Government employee who is aggrieved by a Gov- 
ernment agency determination pursuant to § 501.6(a)(1) or 
(a)(2), may obtain a review of any agency determination by 
filing, within 30 days (or such longer period as the Secretary 
may, for good cause shown in writing. fix in any case) after 
receiving notice of such determination, two copies of an appeal 
with the Secretary. The Secretary shall then forward one copy 
of the appeal to the Government agency 

(b) On receipt of a copy of an at filed pursuant to 
paragraph (a) of this section, the agency official who made the 
agency determination being appealed shall, subject to consider- 
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ations of national security or public health, safety, or welfare, 
promptly furnish both the and the inventor with a 
copy of a report containing the following information about 
the invention involved in the appeal: 


(1) A copy of a statement by the agency containing the 
information specified in § 501.7, and 

(2) A detailed statement of the points of dispute or contro- 
versy, together with copies of any statements or written 
arguments filed with the agency, and of any other relevant 
evidence that the agency considered in making itsdetermi- 
nation of Government interest. Within 25 days(or such 
longer periodthat the Secretary may, for good cause shown, 
fix in any case) after thetransmission of a copy of the 
agency report of the employee, the employeemay file a 
reply thereto with the Secretary and file one copy thereof 
withthe appropriate agency decision maker. 

(c) After the time for the inventor’s reply to the Government 
agency’s report has expired and if the inventor has so requested 
in his or her appeal, a date will be set for hearing of oral 
arguments before the Secretary, by the employee (or by an 
attorney whom he or she designates by written power of attorney 
filed before, or at the hearing) and a representative of the 
Government agency involved. Unless it shall be otherwise 
ordered before the hearing begins, oral arguments shall be 
limited to thirty minutes for each side. The employee need not 
retain an attorney or request an oral hearing to secure full 
consideration of the facts and his or her arguments. The 
employee may expedite such consideration by notifying the 
Secretary when he or she doest not intend to file a reply to the 


agency report. 

(d) After a hearing on the appeal, if a hearing was requested, 
or after expiration of the period for the inventor’s reply to the 
agency report if no hearing is set, the Secretary shall issue a 
decision on the matter within 120 days, which decision shall 
be final after a thirty day period for requesting reconsideration 
expires or on the date that a decision on a petition for reconsider- 
ation is finally disposed of. Any request for reconsideration or 
modification of the decision must be filed within 30 days from 
the date of the original decision (or within such an extension 
thereof as may be set by the Secretary before the original period 
expires). The decision of the Secretary shall be made after 
consideration of the statements of fact in the employee’s appeal, 
the agency’s report, and the employee’s reply, but the Secretary 
at his or her discretion and with due respect to the rights and 
convenience of the inventor and the Government agency, may 
call for further statements on specific questions of fact or may 
request additional evidence in the form of affidavits or deposi- 
tions on specific facts in dispute. 


§ 501.9 Patent protection. 


(a) A Government agency, upon determination that an inven- 
tion coming within the scope of § 501.6(a)(1) or (a)(2) has 
been made, shall thereupon determine whether patent protection 
will be sought in the United States by the Agency for such 
invention. A controversy over the respective rights of the Gov- 
ernment and the employee in any case shall not delay the taking 
of the actions provided for in this section. In cases coming 
within the scope of § 501.6(a)(2), agency action looking toward 
such patent protection shall be contingent upon the consent of 
the employee. 

(b) Where there is an appealed dispute as to whether § 
501.6(a)(1) or (a)(2) applies in determining the respective rights 
of the Government and of an employees in and to any invention, 
the agency will determine whether patent protection will be 
sought in the united States pending the Secretary’s decision 
on the dispute and, if it decides that an application for patent 
should be filed, will take such rights as are specified in § 
501.6(a)(2), but this shall be without prejudice to acquiring the 
rights specified in paragraph (a)(1) of that section should the 
Secretary so decide. 

(c) Where an agency has determined to leave title to an 
invention with an employee under § 501.6(a)(2), the agency 
will, upon the filing of an application for patent take the rights 
specified in that paragraph without prejudice to the subsequent 
acquisition by the Government of the rights specified in para- 
graph (a)(1) of that section should the Secretary so decide. 
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§ 501.10 Dissemination of this part and of implementing 
regulations. 


Each Government agency shall disseminate to its employees 
the provisions of this part, and any appropriate implementing 
agency regulations and decisions. Copies of any such regula- 
tions shall be sent to the Secretary. If the Secretary identifies 
an inconsistency between this part and the agency regulations 
or delegation, the agency, upon being informed by the Secretary 
of the inconsistency, shall take prompt action to correct it. 


[F.R. Doc. 88-23239 Filed 10-7-88; 8:45 am] 
Billing Code 3510-EA-M 


(135) Department of Commerce 


Patent and Trademark Office 


37 CFR Part 10 
[Docket No. 960828233-6233-01] 
RIN 0651-AA92 


Registration Examination for Patent Practitioners and the 
Establishment of a Continuing Education Requirement and 
an Annual Fee for Registered Patent Practitioners 


Agency: Patent and Trademark Office, Commerce. 

Action: Advance notice of proposed rulemaking and notice of 
hearings. 

Summary: The Patent and Trademark Office (PTO) will hold 
public hearings, and request comments, on issues relating to 
the administration and format of the Registration Examination 
for Patent Practitioners and to the establishment of a continuing 
education requirement and an annual fee for registered patent 
practitioners. Interested members of the public are invited to 
testify at public hearings and to submit written comments on 
the topics outlined in the supplementary information section 
of this notice. 

Dates: Public hearings will be held on October 29, 1996, 
November 20, 1996, and December 3, 1996 starting at 9:00 
a.m. and ending no later than 5:00 p.m. 

Those wishing to present oral testimony at the hearings must 
request an ity to do so no later than October 22, 1996, 
for the October 29, 1996 hearing; November 13, 1996, for the 
November 20, 1996 hearing; or November 26, 1996 for the 
December 3, 1996 hearing. Written comments will be accepted 
by the PTO until December 6, 1996. Written comments and 
transcripts of the hearings will be available for public inspection 
on or about December 20, 1996. 

Addresses: The October 29, 1996 hearing will be held in San 
Francisco, California. Additional information on location will 
be subsequently available from the PTO. 

The November 20, 1996 hearing will be held in Dallas, 
Texas. Additional information on location will be subsequently 
available from the PTO. 

The December 3, 1996 hearing will be held at the Crystal 

Forum, Crystal Mall 1, 1911 South Clark Place, Arlington, 
Virginia. Requests to testify and for additional information 
on hearing locations should be sent to G. Lee Skillington by 
facsimile transmission to (703) 305-8885, by mail marked to 
his attention addressed to Commissioner of Patents and Trade- 
marks, Box 4, Washington, D.C. 20231 or by Internet electronic 
mail to oedcommt@uspto.gov. Written comments should be 
sent via mail marked to the attention of G. Lee Skillington and 
addressed to Commissioner of Patents and Trademarks, Box 
4, Washington, D.C. 20231 or via Internet electronic mail to 
oedcommt@uspto.gov. They will be maintained for public 
inspection in Room 902 of Crystal Park 2, 2121 Crystal Drive, 
Arlington, Virginia. They will also be made available via the 
PTO’s World Wide Web site at http://www.uspto.gov. 
For Further Information Contact: G. Lee Skillington by tele- 
phone at (703) 305-9300, by facsimile transmission at (703) 
305-8885, by mail marked to his attention addressed to Com- 
missioner of Patents and Trademarks, Box 4, Washington, D.C. 
20231, or by electronic mail at oedcommt @uspto.gov. 
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Supplementary Information: 
I. Background 


Pursuant to 35 U.S.C. 31 and 32, and 37 CFR Part 10, the 
PTO’s Office of Enrollment and Discipline (OED) receives 
and acts upon applications for registration to practice before 
the PTO in patent cases, prepares and grades the Registration 
Examination for Patent Practitioners (Registration Examina- 
tion), maintains a register of all individuals entitled to practice 
before the PTO in patent cases, conducts investigations into 
possible violations of the PTO’s Disciplinary Rules by prac- 
titioners practicing before the PTO in all matters. 

In recent years, the preparation and administration of the 
Registration Examination has taxed OED’s resources. The PTO 
is seeking to restructure the administration and format of the 
Registration Examination in order to free resources needed to 
investigate and take appropriate action against individuals who 
no longer meet the qualifications necessary to represent others 
before the PTO. The Registration Examination restructuring 
should provide greater assurance to our patent applicants that 
registered practitioners possess the essential skills necessary to 
practice before the PTO in patent cases. Moreover, in further- 
ance of these goals, the PTO is seeking to establish continuing 
education requirements for registered patent practitioners and 
an annual registration fee. The annual fee would be used to 
support the costs associated with the continuing education pro- 
gram and with fulfilling OED’s ongoing disciplinary responsi- 
bilities. 

II. Issues for Pu>lic Comment 

Interested members of the public are invited to testify and 

to present written comments on issues related to the discussion 


topics outlined below, including the specific issues identified 
in the questions following each topic. 


A. Administration and Format of the Registration Examina- 
Practitioners 


tion for Patent 


The purpose of the Registration Examination is to determine 
whether individuals who seek to practice before the PTO in 
patent cases possess the necessary qualifications. At present, the 
Registration Examination consists of tw PTO racacy (I)a a ool 
choice portion that tests knowledge of 
dure, and (2) a portion that primarily tests aod po tn bility. 
OED prepares and the Registration Examination, 
regrades the Registration Examination when requested, and 
drafts reconsideration decisions of the regrades when requested. 

The PTO is considering restructuring the PTO practice and 
procedure portion of the Registration Examination such that it 
is a computer-administered examination. At the completion of 
the computer-administered examination, an applicant would 
be immediately provided with a computer-graded score. The 

computer-administered examination would be offered 
numerous times throughout the year at various locations around 
the United States. Only applicants who have passed the com- 
puter-administered examination would be eligible to complete 
further requirements for registration. 

As a further requirement for registration, the PTO is consid- 
ering substituting the claim drafting portion of the rege 
Examination with a comprehensive course on preparation and 
prosecution of patent applications, including drafting of specifi- 
cations, claims, and responses to office actions. The PTO is 
also considering apprenticeships as alternatives to the compre- 
hensive course. The PTO seeks public input on these considera- 
tions and other general matters relevant to restructuring the 
administration and format of the Registration Examination. In 
addition, the PTO seeks public input on the following particular 
questions: 


1. Should the PTO give a computer-administered examina- 
tion consisting of a bank of reusable questions? 


2. Should the PTO develop the comprehensive course on 
preparation and tion of patent applications or, in the 
alternative, should the PTO just develop criteria for the course? 
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3. Should the PTO teach the course or, in the alternative, 
should the course be taught by non-PTO entities or individuals, 
such as universities and professional associations? 


4. What qualifications should the course instructors have? 


5. If the PTO does not teach the course, should the PTO 
certify the available courses? 


6. Should former PTO examiners be required to pass the 
computer-administered examination if they wish to practice 
before the PTO in patent cases? 


7. Should former PTO examiners be required to take the 
course or participate in an apprenticeship if they wish to practice 
before the PTO in patent cases? 


B. Establishment of Continuing Education Requirement for 
Registered Patent Practitioners 


The purpose of the continuing education requirement is to 
provide greater assurance to the PTO’s patent applicants that 
individuals who practice before the PTO in patent cases possess 
the necessary qualifications. At present, the PTO does not 
require registered patent practitioners to continue their legal 
or technical education. The PTO seeks public input on the 
establishment of a continuing education requirement for regis- 
_ patent practitioners and other general matters relevant to 

the requirement. In addition, the PTO seeks public input on 
the following particular questions: 


1. Should the continuing education requirement mandate 
minimum requirements for legal, technical and legal ethics 
education? Or, in the alternative, should the continuing educa- 
tion requirement mandate minimum requirements for contin- 
uing education that can be met with either legal, technical, or 
legal ethics education? 


2. Should the PTO give credit to patent practitioners for 
relevant legal and ethics courses taken to meet a state bar’s 
continuing education requirement? 


3. What penalty should be imposed for failure to meet the 
continuing education requirement? 


4. What is a reasonable number of required continuing educa- 
tion credits? 


5. Should the qualifying legal education be limited to patent 
law? 


- ea gare nimaerarmaieatas spatial 


An annual fee would be used to support the costs associated 
with the continuing education requirement and to provide 
resources to OED to fulfill its ongoing disciplinary responsibili- 
ties. At present, the PTO does not require an annual registration 
fee for registered patent practitioners. The PTO seeks public 
input on the establishment of an annual fee for registered patent 
practitioners and other general matters relevant to an annual 


registration fee. 


III. Guidelines for Oral Testimony Individuals wishing to 
testify atthe hearings must adhere to the following guide- 


1. Requests to testify must include the speaker’s name, affili- 
ation, title, telephone number, facsimile number, mailing 
address, and Internet mail address (if available). 


2. Speakers will be provided between five and fifteen minutes 
to present their remarks. The exact amount of time allocated 
per speaker will be determined after the final number of parties 
testifying has been determined. Efforts will be made to accom- 
modate requests made before the day of the hearing for addi- 
tional time for testimony. 
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3. Requests to testify may be accepted on the day of the 

ing if sufficient time is available on the schedule. No one 
will be permitted to testify without prior approval. 


4. A schedule including approximate times for testimony 
will be provided to all speakers on the morning of the day of 
the hearing. Speakers are advised that the schedule for testi- 
mony may change during the course of the hearings. 


IV. Guidelines for Written Comments 
Written comments should include the following information: 
1. Name and affiliation of individual responding. 


2. If applicable, an indication of whether comments offered 
represent the views of the respondent’s organization or are the 
respondent’s personal views. 


3. If applicable, information on the respondent’s organiza- 
tion, including the type of organization (business, trade group, 
university, non-profit organization, etc.), and the general areas 
of interest to the organization. 


If possible, respondents should include a machine-readable 
submission of their written comments. Machine-readable sub- 
missions can be provided via Internet electronic mail or on 3.5" 
floppy disk formatted for use in either a Macintosh computer or 
MS-DOS based computer. The document should be formatted 
as either plain text, ACSII text, Microsoft Word (Macintosh, 
MS-DOS, or MS-Windows), or WordPerfect (Macintosh, MS- 
DOS, or MS-Windows). 

Information that is provided pursuant to this notice will be 
made part of a public record and will be available via the 
Internet. In view of this, parties should not provide information 
that they do not wish to be publicly disclosed or electronically 
accessible. Parties who would like to rely on confidential infor- 
pee TE TF age ang 

vide the information in a way that will 


or otherwise pro 
aomute its public disclosure. 
BRUCE A. LEHMAN 


September 20, 1996 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(136) Practitioner’s Responsibility to Avoid 
Prejudice io the Rights of a Client/Patent Applicant 


Under 37 CFR Part 10, a practitioner is responsible for taking 
reasonable steps to avoid foreseeable prejudice to the rights 
of a client/patent applicant. This responsibility exists in all 
circumstances including those where the practitioner is opera- 
ting through a corporate liaison or foreign agent and has no 
direct contact with the client/patent applicant, who in most 
cases is the one being represented. 

This notice is intended to clarify the course of 
action for a practitioner to follow when the practitioner is 
— through such a corporate liaison or foreign agent. In 

such arrangements, the registered practitioner may rely upon the 
advice of the corporate liaison or the vaochenaes applicant’s 
foreign agent as to the action to be taken so long as the prac- 
titioner is aware that the client/patent applicant has consented 
after full disclosure to be represented by the liaison or agent. 
It will be assumed by the Patent and Trademark Office that 
the client/patent applicant has an agreement with the liaison 
or agent, arrived at after full disclosure, to be represented by 
the liaison or agent. Registered practitioners, if they wish, 
however, may maintain a copy of the agreement in this regard 
between the client/patent applicant and the liaison or agent in 
practitioner’s file of the application or other proceeding before 
the Office. If there is, in fact, no such agreement between the 
client/patent applicant and the liaison or agent, the registered 
——- must communicate to the client/patent applicant. 

In circumstances where the practitioner is aware that there 
is an agreement between the client/patent applicant and the 
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liaison or agent, the practitioner may fully rely upon the advice 
of the liaison or agent as to the wishes of the client/patent 
applicant. For example, if the registered practitioner is 
instructed by the client/patent applicant’s liaison or agent to 
allow an application to go abandoned rather than to respond 
to an Office action within a set period for response, the prac- 
titioner may properly do so without any further notice to the 
client/patent applicant. 

It is assumed that withdrawal from employment by a prac- 
titioner will remain a relatively rare occurrence, particularly in 
view of this clarification. This notice should not be taken to 
require or encourage withdrawal. If a practitioner should decide 
to withdraw, however, the practitioner must take reasonable 
steps to avoid foreseeable prejudice to the rights of the client/ 
patent applicant including allowing time for employment of 
another practitioner (37 CFR 10.40). Therefore, at least thirty 
days would be required between the date of approval by the 
Office of the withdrawal and the later of the expiration date 
of the response period or the expiration date of the period 
which can be obtained by a petition for extension of time and 
fee under 37 CFR 1.136(a). This is necessary so that the client/ 
patent applicant would have sufficient time to obtain other 
representation or to take other action. If a period has been set 
for response and the period may be extended without a showing 
of cause pursuant to 37 CFR 1.136(a) by filing a petition for 
extension of time and fee, the practitioner will not be required 
to seek such extension of time for withdrawal to be approved. 
In such a situation, however, withdrawal will not be approved 
unless at least thirty days would remain between the date of 
approval and the last date on which such a petition for extension 
of time and fee could properly be filed. 

Dec. 10, 1987 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


[1086 OG 457] 


Clients in 


(137) Responsibilities of Practitioners panes 
Proceedings Before 
The Patent and Trademark Office 


This notice is intended to remind practitioners of certain 
aspects of their responsibilities in representing clients in pro- 
ceedings before the Office. The Notice is also intended to 
supplement the discussion set forth in the Official Gazette 
Notice published at 1086 Official Gazette 457 (Jan. 12, 1988) 
entitled “Practitioner’s Responsibility to Avoid Prejudice to 
the Rights of a Client/Patent Applicant” and to amplify and 
supersede the Helpful Hint published at 1084 Official Gazette 
34 (Nov. 24, 1987) titled “Correspondence Address and/or Fee 
Address of Maintenance Fees 

Part 10 of title 37, Code of Federal Regulations, sets forth 
the Patent and Trademark Office (PTO) Code of Professional 
Responsibility. Each attorney or agent who practices before 
the PTO is subject to the rules set forth in Part 10 and should 
carefully study the rules promulgation originally published at 
50 Federal Register 5158 (Feb. 6, 1985) and at 1052 Official 
Gazette 4 (Mar. 5, 1985) and reproduced as item number 172 
in the Consolidated Listing of Official Gazette Notices, pub- 
lished at 1086 Trademark Official Gazette 3 (Jan. 5, 1988). 


Practitioner’s Client 


During the promulgation of Part 10, 37 CFR, several individ- 
uals suggested that “it may be difficult to determine the identity 
of the *clhent”. ., particularly in corporate patent departments.” 
The response tothat suggestion was that “[t]he PTO will 
that practitioners know the identities of their clients . . ..” 50 
Federal Register 5163 (Feb. 6, 1985); 1086 Trademark Official 
Gazette 356 (Jan. 5, 1988). For example, in a patent application, 
practitioner’s client is ordinarily the inventor who gives prac- 
titioner a power of attorney to prosecute the application (37 CFR 
1.31). A practitioner may represent only the assignee of the entire 
interest in a patent application if the assignee has filed a power 
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of attorney and the assignee is conducting the prosecution of the 
application to the exclusion of the inventor. (37 CFR 1.32). 

In the promulgation of Part 10, 37 CFR, a commenter raised 
a question of who is the client when an application is filed 
on behalf of an individual, but the individual’s assignee pays 
practitioner’s bill. The question was answered in the following 
manner: 


“Practitioners are.expected to know the identities of their 
clients. If a practitioner is hired by a corporation and wishes 
to make that fact plain on the record of a patent application, 
the practitioner may file an assignment and a power of 
attorney signed by the assignee. If a dispute should then 
occur between the individual and the assignee, the record 
would be clear that the assignee is the client.” 50 Federal 
Register 5164 (Feb. 6, 1985); 1086 Trademark Official 
Gazette 357 (Jan. 5, 1988). 


In some instances, practitioners deal with a corporate liaison 
or foreign agent. Such arrangements do not automatically 
change the person whom practitioner represents, e.g., the 
inventor or trademark owner. The fact that a U.S. practitioner 
receives instructions from the inventor or trademark owner 
through a foreign attorney or agent does not change the fact 
that the client is still the inventor or trademark owner rather 
than the foreign attorney or agent. See Strojirenstvi v. Toyoda, 
2 USPQ 2nd 1222 (Comm’r Pat. 1986), which at 1223 cited 
Yetter Manufacturing Co. v. Hiniker Co., 213 USPQ 119, 120 
(D. Minn. 1981) for the principle that “when attorney served 
as local counsel for a law firm representing Hiniker Co., the 
attorney represented Hiniker and not the law firm” and also 
cited Toulnin v. Becker, 105 USPQ 511 (Ohio Ct. App. 1954) 
for the principle that “foreign patent agents or attorneys were 
not clients of U.S. patent attorney.” The PTO expects prac- 
titioners to know the identities of their clients and to take 
reasonable steps to avoid foreseeable prejudice to the rights of 
their clients. 


Obtaining Instructions Through Persons Other Than The Client 


In practice, it is common for instructions relating to the 
application of an inventor or trademark owner, who is the client 
of the U.S. practitioner, to be passed to the U.S. practitioner 
through intermediaries, such as corporate liaisons or foreign 
agents. Clearly, a client may choose to use a corporate liaison 
or a foreign agent to convey instructions, etc., to a practitioner. 
In such an arrangement, the practitioner may rely upon instruc- 
tions of, and accept compensation from, the liaison 
or the foreign agent as to the action to be taken in a proceeding 
before the Office so long as the practitioner is aware that the 
client has consented to have instructions conveyed through the 
liaison or agent. See 37 CFR 10.68(a) and (b). An agreement 
between the client and the liaison or agent establishes an agency 
relationship between the liaison or agent and the client such 
that the U.S. practitioner can rely upon the liaison or agent as 
the representative of the client for the py a of communi- 
cating the client’s instructions about the proceeding to the 
USS. practitioner. The PTO will assume that the client has an 
agreement with the liaison or agent to be represented by the 
liaison or agent. It is the responsibility of the client to notify 
the practi tioner that the agency relationship between the client 
and the liaison or agent has ceased to exist and that instructions 
from the liaison or agent should no longer be 

A practitioner could secure evidence that such an agreement 
exists by having a patent or trademark applicant sign a statement 
to that effect at the same time that the power of attorney is 
executed. For example, the following language could be 
inserted in an oath, declaration, or power of attorney form: 


“The undersigned hereby authorizes the U.S. attorney or 
agent named herein to accept and follow instructions from 
as to any action to be taken in the Patent and Trademark 
Office regarding this application without direct communica- 
tion between the U.S. attorney or agent and the undersigned. 
In the event of a change in the persons from whom instruc- 
tions may be taken, the U.S. attorney or agent named herein 
will be so notified by the undersigned.” 


Without an agency relationship between the liaison or agent 
and the client, a practitioner would be bound by 37 CFR 
10.68(b) to “not permit a person who recommends, employs, 
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or pays the practitioner to render legal services for another, to 
direct or regulate the practitioner’s professional judgment in 
rendering such legal services.” 


Practitioner’s Ri ibility to a Client After the Client’s 
Patent Issues or Trademark is Registered 


The Office has received inquiries from practitioners as to 
their responsibilites to a client (patent or trademark applicant) 
after the client’s patent was issued or trademark has been regis- 
tered. In response thereto, it is pointed out that a power of 
attorney given during prosecution of a patent or trademark 
application is considered to be viable after the t is issued 

or the trademark is registered. See 50 Federal Register 5164 
(Feb. 6, Fie 1086 Trademark Official Gazette 357 (Jan. 5, 
1988). While the Office considers such a power of attorney to 
be viable for purposes of the practitioner taking actions in 
proceedings before the Office if practitioner and the client so 
desire, the existence of the power of attorney to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark does not establish whether prac- 
titioner has a responsibility, and a dutaffirmatively in a pro- 
ceeding before the Office on behalf of the client after the patent 
issues or the trademark is registered. 

Practitioner’s responsibility to take affirmative action in a 
proceeding before the Office after the patent issues or the 
trademark is registered depends upon whether practitioner still 
has a practitioner-client relationship with the client which has 
continued after the patent issued or trademark is registered. 
The mere existence of the power of attorney to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark would not establish such a prac- 
titioner client relationship in the absence of other facts estab- 
lishing such a relationship since the for which the 


power of attorney was originally given has been accomplished 


Practitioner’s Responsibility to a Former Client 


While practitioner may no longer have a practitioner-client 
relationship with a client and therefore has no duty to represent 
the client in a proceeding before the Office, a practitioner 
nevertheless has certain obligations to a former client. These 
obligations are placed upon practitioner by the Office rules and 

are necessary for the proper conduct of gs before the 
Office. Under 37 CFR 10.23(c)(8), practitioners lod a duty 
to inform a client or former client or timely notify the Office 
of an inability to notify a client or former client of certain 
received from the Office and also from the 
client’s or former client’s opponent in an inter partes pro- 
ceeding before the Office. Practitioners have an obligation 
whether the client is a present client or a former client. Included 
among the items of correspondence of which practitioners have 
the obligation to inform clients or former clients are notices 
regarding maintenance fees, reexamination proceedings, and 
institution of inter partes patent and trademark proceedings. 


Address to Which Correspondence is Sent Regarding Patent 
Maintenance Fees and Reexamination Proceedings 


Under 37 CFR 1.33(d), a “correspondence address” or a 
change thereto may be filed with the Office during the enforce- 
able life of a patent. This “correspondence address” will be 
used in any relating to maintenance fees unless 
a separate “fee address” has been specified solely for mainte- 
nance fee purposes as provided by 37 CFR 1.363. Practitioners 
who do not wish to receive correspondence relating to mainte- 
nance fees must change the correspondence address in the 
patented file or provide the PTO with a fee address to which 
the correspondence should be sent. It is not required that a 
practitioner file a request for permission to withdraw pursuant 
to 37 CFR 1.36 solely for the purpose of changing the corre- 
spondence address in a patent even though a withdrawal of a 
practitioner would change the correspondence address. 


Since 37 CFR 1.33(c) specifies that all notices, official letters 
and other communications for the patent owner or owners in 
a reexamination proceeding will be directed to the attorney or 
agent of record in the patent file, a request for permission to 
withdraw pursuant to 37 CFR 1.36 must be filed in the patent 
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if the attorney or agent of record does not desire to receive 
correspondence relating to reexamination. For information on 
ts to withdraw, see the discussion in the Jan. 12, 1988 

ial Gazette Notice cited above. 


Contact Points For Information 


If a practitioner has questions about the conduct of, or 
requirements relating to a particular proceeding before the 
Office, those questions should be directed to the particular area 
of the Office responsible for the proceeding. If practitioners 
have questions about their responsibilities to their clients, those 
questions should be directed to the Office of Enrollment and 
— The telephone number of that Office is (703) 557- 
May 25, 1988 DONALD J. QUIGG 
Assistant Secretary and Commissioner 

of Patents and Trademarks 


[1091 OG 26] 


(138) Department of Commerce 
Patent and Trademark Office 
37 CFR § 1.15 


[Docket No. 80515 - 8209] 
Requests for Identifiable Records 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: This final rule sets forth changes that the Patent and 
Trademark Office (PTO) is making to the rules governing 
requests for records not disclosed to the public as part of the 
regular informational activity of the PTO. The prior rule sets 
out the PTO Freedom of Information Act (FOIA) procedures. 
The final rule updates these procedures and specifies that FOIA 
requests will be in accordance with 


Commerce regulations contained in Part 4 of 15 CFR (Public 


Information). 

Effective Date: Dec. 30, 1988. 

For Further In; ion Contact: Albin F. Drost by telephone 
at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: As presently written, 37 CFR 1.15 
describes procedures for obtaining documents under the 
Freedom of Information Act that have been superseded. The 
SS ae 
into conformity with the it of Commerce FOIA rules. 
The final rule directly advises requesters that the PTO will 
follow the Department of Commerce rules for disclosure of 
information under FOIA. 

A notice of rulemaking was published on July 19, 
1988 (53 Fed. Reg. 27 177). Interested parties were requested 
to submit written comments on or before Sept. 20, 1988. No 
comments were received 


Other Considerations 


This rule change will not have a significant impact on the 
quality of the human environment or the conservation of energy 
resources. This rule change is in conformity with the require- 
ments of the Regulatory Flexibility Act (Pub. L. 96-354), Exec- 
utive Orders 12291 and 12612, and the Paperwork Reduction 
Act of 1980, 44 U.S.C. § 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact 
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on a substantial number of small entities [Regulatory Flexibility 
Act, Pub. L. 96-354] because no increase in fees or paperwork 
should result from this rule change. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12991. 
The annual effect to the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to — with foreign-based enterprises in domestic or export 


Oe Pebts des denied dink actin tabiin tte 
alism implications affecting the relationship between the 
National Government and the states as outlined in Executive 
Order 12612. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. § 3501 et seq., since 
no record keeping or reporting requirement within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Records. 

For the reasons set out in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. § 6, the Patent and Trademark Office amends Title 37 
of the Code of Federal Regulations as set forth below: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


AUTHORITY: 35 U.S.C. § 6 unless otherwise noted. 
2. Section 1.15 is revised as follows: 
§ 1.15 Requests for identifiable records. 


(a) Requests for records, not disclosed to the public as part of 
the regular informational activity of the Patent and Trademark 
Office and which are not otherwise dealt with in the rules in 
this part, shall be made in writing, with the envelope and the 
letter clearly marked “Freedom of Information Request.” Each 
such request, so marked, should be submitted by mail addressed 
to the “Patent and Trademark Office, Freedom of Information 
Request Control Desk, Box 8, Washington, D.C. 20231,” or 
hand delivered to the Office of the Solicitor, Patent and Trade- 
mark Office, Arlington, Virginia. The request will be processed 
in accordance with the procedures set forth in Part 4 of Title 
15, Code of Federal Regulations. 

(b) Any person whose request for records has been initially 
denied in whole or in part, or has not been timely determined, 
may submit a written appeal as provided in § 4.8 of Title 15, 
Code of Federal Regulations. 

(c) Procedures applicable in the event of service of process 
or in connection with testimony of employees on official matters 
and production of official documents of the Patent and Trade- 
mark Office in civil legal proceedings not involving the United 
States shall be those established in parts 15 and 15a of Title 
15, Code of Federal Regulations. 
Nov. 21, 1988 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


[1097 OG 15] 


Patent Cooperation Treaty Update 
Withdrawal by Greece of its Chapter II Reservation 
On June 7, 1996, Greece notified the World Intellectual Property Organization (WIPO) that it was withdrawing its declaration 
become 


under Article 64(1)(a) of the Patent Cooperation Treaty (PCT). Thus, Greece will 


bound by Chapter II of the PCT on 
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September 7, 1996, and nationals and residents of Greece may, from that date, submit demands for international preliminary 
examination of international applications filed by them, irrespective of whether the international application is filed before, on 
or after September 7, 1996. 


Accession by Saint Lucia 


The United States Patent and Trademark Office received notification from the World Intellectual Property Organization 
(WIPO) that Saint Lucia deposited its instrument of accession of the PCT on May 30, 1996. Saint Lucia will become the 86th 
Contracting State of the PCT on August 30, 1996. Consequently, nationals and residents of Saint Lucia are entitled to file 
international applications under the PCT on and after August 30, 1996, and from the same date it is possible to file intemational 
applications designating and electing Saint Lucia (country code: LC). 


Accession by Bosnia and Herzegovina 


The United States Patent and Trademark Office received notification from the World Intellectual Property Organization 
(WIPO) that Bosnia and Herzegovina deposited its instrument of accession of the PCT on June 7, 1996. Bosnia and Herzegovina 
will become the 87th Contracting State of the PCT on September 7, 1996. Consequently, nationals and residents of Bosnia and 
Herzegovina are entitled to file intemational applications under the PCT on and after September 7, 1996, and from the same 
date it is possible to file international applications designating and electing Bosnia and Herzegovina (country code: BA). 


Listing of PCT Member Countries 


Date of Deposit Entry into Force! 
Country of Instrument 


(9) United States of America 
(10) Germany’ 

(11) Congo? 

(12) Switzerland? 

(13) United Kingdom’ 

(14) France? 


(21) Austria’... 

(22) Monaco? 

(23) Netherlands® 

(24) Romania 

(25) Norway 

(26) Liechtenstein’ 

(27) Australia 

(28) Hungary 

(29) Democratic People’s Republic of 


( 
(41) Burkina Faso’.. 
(42) Spain? 


(48) Mongolia 

(49) Czech Republic... 
(50) Ireland® 

(51) Portugal? 


25 November 1977 
29 December 1977 
09 January 1978.... 
31 January 1978.... 
17 February 1978 .. 
01 July 1978 

01 September 1978 


01 October 1979.... 
19 December 1979 
31 December 1979 
27 March 1980 


08 April 

01 July 1980 

14 September 1981 
26 November 1981 
13 January 1983.... 
16 January 1984.... 
21 February 1984.. 
10 May 1984 

19 July 1984 

12 December 1984 
28 December 1984 
26 November 1986 
21 December 1988 
16 August 1989 


24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 


29 March 1978 
09 April 1978 
30 April 1978 
17 May 1978 

01 October 1978 
01 December 1978 
23 April 1979 
22 June 1979 

10 July 1979 

23 July 1979 

01 January 1980 
19 March 1980 
31 March 1980 
27 June 1980 


08 July 1980 

01 October 1980 
14 December 1981 
26 February 1982 
13 April 1983 

16 April 1984 

21 May 1984 

10 August 1984 
19 October 1984 
12 March 1985 

28 March 1985 

26 February 1987 
21 March 1989 

16 November 1989 
02 January 1990 
09 October 1990 
25 December 1990 
30 April 1991 

27 May 1991 

27 May 1991 

01 January 1993 
01 August 1992 
24 November 1992 
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Date of Deposit 
of Instrument 


01 September 1992 01 December 1992 
21 September 1992 25 December 1991 
10 March 1993 
01 January 1993 
21 March 1993 
25 December 1991 
25 December 1991 
07 September 1993 
25 December 1991 
01 January 1994 
01 March 1994 


Country Entry into Force! 


(62) Slovenia 
(63) Trinidad and Tobago .... 
) Georgia 


(72) Liberia 


01 October 1994.... 
09 November 1994 
23 November 1994 23 February 1995 
23 March 1995 
25 December 1991 
10 August 1995 
04 October 1995 
21 July 1995 21 October 1995 
25 September 1995 25 December 1995 
01 October 1995... 01 January 1996 


01 June 1996 
16 April 1996 16 July 1996 

30 May 1996 30 August 1996 

7 June 1996 7 September 1996 


(74) Mexico 
(75) Uganda* 
(76) Singapore... 


(86) Saint Lucia 
(87) Bosnia and Herzegovina 


‘Although the PCT entered into force on January 24, 1978, the Assembly of the PCT Union fixed June 1, 1978, as the date 
from which international applications could be filed and demands for international preliminary examination could be submitted. 


2Member of African Intellectual Property Organization (OAPI) regional patent system. 


3Member of European Patent Convention (EPC) regional patent system. 


‘Declaration of continued application. 


5Member of African Regional Industrial Property Organization (ARIPO) regional patent system. 


August 6, 1996 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1190 OG 4] 


(140) Minimum Requirements for Acceptance 
of Applications Under 35 U.S.C. 371 
(the National Stage of PCT) 


The Patent and Trademark Office is continuing to receive 
application papers which do not clearly identify whether the 
papers (1) are being submitted to enter the national stage of 
the Patent Cooperation Treaty (PCT) under 35 U.S.C. 371 or 
(2) are being filed as a regular national application under 35 
U.S.C. 111. 


Attention is directed to the notice in the Official Gazette at 
1070 O.G. 11 titled “Unity of Invention Practice in International 
Applications and National Phase Applications Entered Under 
35 U.S.C. 371” wherein at item eight it is stated 


“(8) Applicants should clearly indicate on all application 
papers filed forentry under 35 U.S.C. 371 and 37 CFR 1.61 


that the filing is being made under § 35 U.S.C. 371. Other- 
wise, the application papers will be treated as having been 
filed under 35 U.S.C. 111.” 


To clearly indicate an international application is being 
filed under 35 U.S.C. 371 the applicant should use the “Trans- 
mittal Letter for United States Designated Office” (Form 
PTO-1390) as the transmittal letter. 


Alternatively, one of the following indications may be 


1) the applicant shall clearly state in the transmittal or 
cover letter that he or she is filing under 35 U.S.C. 371 or 
entering the national stage under the PCT; or 

2) the applicant clearly identifies in the oath or declaration 
the wuctieaies to which it is directed by referring to a 
particular international application by PCT Serial Number 
and International Filing Date and that he or she is executing 
the declaration as, and seeking a U.S. Patent as, the inventor 
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of the invention described in the identified international 
application. 


Applicants are cautioned that the identification of the interna- 
tional application, in the oath or declaration or otherwise, as 
a prior application for priority purposes is not considered 
to be an indication of an intention to file under 35 U.S.C. 371. 

If there are any conflicting instructions as to which section 
of the statute (371 or 111) is intended the application will be 
accepted under 35 U.S.C. 111. It is strongly recommended that 
applicant use the Form PTO-1390 in all cases where a filing 
under 35 U.S.C. 371 is intended. 


RENE D. TEGTMEYER 
Assistant Commissioner 
for Patents 


Mar. 16, 1987 


[1077 OG 13] 


(141) Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1 and 10 
[Docket No. 920539-2313] 
RIN: 0651-AA51 


Revision of Patent Cooperation Treaty Provisions 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice relating to applications filed 
under the Patent Cooperation Treaty (PCT): (1) to amend the 
rules in accordance with revised regulations under the PCT; 
(2) to bring the rules regarding applications entering the national 
stage under 35 U.S.C. 371 more in line with existing regulations 
applicable to national applications filed under 35 U.S.C. 111; 
and (3) to clarify existing practice under the PCT. The changes 
will result in more streamlined and simplified procedures for 
filing and prosecuting international and national stage applica- 
tions under the PCT. 

Effective Date: May 1, 1993. 

For Further Information Contact: Vincent Turner by telephone 
at (703) 305-9384 or by mail addressed to the Commissioner 
of Patents and Trademarks, Washington, D.C. 20231 and 
marked to the attention of Vincent Turner (Crystal Park 2, 
room 919). 

Supplementary Information: The Office published a notice of 
proposed rulemaking relating to revision of the Patent Coopera- 
tion Treaty provisions, in the Federal Register, 57 Fed. Reg. 
29248 (July 1, 1992) and in the Official Gazette, 1140 Off. 
Gaz. Pat. Office 27 (July 14, 1992). No oral hearing was held. 
Eight individuals or organizations submitted written comments 
in response to the notice of proposed rulemaking. The eight 
written comments are available for public inspection in the 
Office of the Assistant Commissioner for Patents, room 919, 
Crystal Park II, 2121 Crystal Drive, Arlington, Va. 

Familiarity with the notice of proposed rulemaking is 
assumed. Changes in the text of the rules published for comment 
in the notice of proposed rulemaking are discussed. Comments 
received in writing in response to the notice of proposed rulem- 
aking are discussed. 

This rule change will improve filing and processing proce- 
dures for applicants both in the filing of international applica- 
tions and in the filing of national stage applications under 35 
U.S.C. 371. 


Background 


During the first 14 years under the PCT, the annual volume 
of international patent applications filed in the U.S Receiving 
Office has increased from just under 100 to almost 10,000 in 
fiscal year 1991. The fe et of U.S. national stage applications 
has shown similar growth to the point that the U.S. is now 
designated more than 10,000 times each A by applicants 
filing international applications under the PCT. Historically, 
approximately 60% of those ay prey that designate the U.S. 
enter the national stage in the United States. 
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On July 8 to 12, 1991, representatives of the patent offices 
of the member countries, in a series of meetings held in Geneva, 
Switzerland, agreed upon several changes to the PCT regula- 
eee 

These adopted changes require corresponding changes in Title 
37, CFR. 

The practice under the revised PCT regulations will permit 
an applicant to provide, in addition to at least one specified 
designation, a precautionary designation of all other PCT 
member countries and regions so that any intended designation 
which may have been overlooked on filing can be corrected 
within 15 months of the priority date by confirmation of the 
designation. Applicants are cautioned, however, that in order 
for the confirmation of a designation of the U.S. to be valid, 
the inventor must have been named in the application papers 
as filed, 37 CFR 1.421(b). 

International applications are searched and published prior 
to the 20-month deadline for entry into the national stage. If 
a demand for preliminary examination is filed before expiration 
of 19 months from the priority date the time for entry into the 
national stage is extended to 30 months from the priority date 
and the international application will be subject to preliminary 
examination under Chapter II of the PCT. The practice under 
the revised PCT regulations permits an applicant to indicate 
in the demand that preliminary examination is to be based 


on an accompanying PCT Article 34 amendment and, if the 
amendment is not received with the demand, the applicant will 
be notified and given a time period within which to file the 
missing amendment. This new procedure will ensure that exam- 
ination will go forward based on the desired PCT Article 34 
amendment. 


Also, the Office is aware that certain applicants have had 
difficulty in properly filing national stage applications due to 
the different requirements in the rules for PCT and U.S. national 
applications. Some differences cannot be avoided due to dif- 
ferent procedures required under the PCT from U.S. national 
practice. It is desirable, however, to minimize these differences 
and to simplify national stage filing procedures. 

International applications have become abandoned for failure 
to timely provide an oath or declaration, a filing fee and/or an 
accurate translation. In national practice under 35 U.S.C. 111, 
if any of these items was not presented at the time of filing, 
a notice would be mailed to the applicant setting a period of 
time to provide the missing item(s) and to pay a fee. The 
amendments to the rules governing entering the national stage 
will establish a greater degree of uniformity of practice and 
requirements for filing an application under 35 U.S.C. 111 and 
entering the national stage in an international application under 
35 U.S.C. 371. 

Amending sections 1.494 and 1.495 results in regulations 
much like the present section 1.53. The major exception is that 
a notification of any missing parts in sections 1.494 and 1.495 
will only be mailed in those instances where the applicant has 
paid the basic national fee within 20 or 30 months from the 
priority date depending on whether election of the U.S. under 
Chapter II of the PCT has been made prior to 19 months. 
Applicants can no longer pay the basic national fee with a 
surcharge after the 20/30 months deadline. Failure to pay the 
basic national fee within 20/30 months from the priority date 
will result in abandonment of the application. Paying the fee 
gives a clear indication to the Office that the applicant desires 
to enter the national stage. If the required oath, declaration or 
translation has not been filed within 20/30 months from the 
priority date, as appropriate, the Office will send applicant a 
notice and provide a period of time to supply the deficiency. 
Upon paying the basic national fee within 20/30 months from 
the priority date, the applicant will have the opportunity to 
inform the Office of a U.S. c address, if any. 
Thus, the Office will avoid unnecessary handling of approxi- 
mately 40% of those applications that designate the U.S. but 
do not enter the national stage, and will be able to send a notice 
to a U.S. correspondence address in most cases. 

Often at 20 or 30 months from the priority date, the only 
communication which has been received by the Office is a 
copy of the international application from the International 
Bureau with the address of the foreign attorney or agent who 
represented the applicant in the international stage. The foreign 
attorney or agent may not be conversant in English or knowl- 
edgeable about U.S. practice, factors which often contribute to 
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complicating the processing of applications. Thus, the new 
practice, which requires payment of the basic national fee on 
or before 20 or 30 months from the priority date, has several 
advantages: (1) it will enable the applicant to identify the U.S. 
attorney or agent for correspondence from the Office; (2) the 
Office, after a check of the national stage papers at 20 or 30 
months, will mail a notice identifying any deficiencies and 
affording applicant a period for correction of those deficiencies; 
and (3) as in national practice under section 1.53, it will enable 
applicants to extend the period of time under section 1.136 for 
submission of a proper oath, declaration or translation. 

The changes to sections 1.494 and 1.495 address the problems 
which have been most frequently encountered in entering the 
national stage in the United States. The new practice of noti- 
fying applicants of the omission of a proper oath, declaration 
or translation and setting an extendable period of time for 
correction will allow applicants greater flexibility in the time 
for submission of these documents, thus avoiding the conse- 
og of abandonment and potential loss of rights in the United 

tates. 


Implementation 


The rule changes which reflect corresponding amendments 
in the PCT regulations were implemented on 01 July 1992 
when the amendments became effective. The remaining rule 
changes will be effective on 01 May 1993. Setting a date for 
the rules to take effect several months in the future will allow 
time for applicants to change their procedures to conform to 
these rules. 

Those international applications entering the national stage 
under section 1.494 where 20 months from the priority date 
expires on, or before, 30 April 1993 are under the old rule 
(section 1.494 effective 01 July 1987) and those international 
applications entering the national stage under section 1.495 
where 30 months from the priority date expires on, or before, 
30 April 1993 are under the old rule (section 1.495 effective 
01 July 1987). Those international applications entering the 
national stage under section 1.494 where 20 months from the 
priority date expires on, or after, 01 May 1993 are under the 
new rule (section 1.494 effective 01 May 1993) and those 
international applications entering the national stage under sec- 
tion 1.495 where 30 months from the priority date expires on, 
or after, 01 May 1993 are under the new rule (section 1.495 
effective 01 May 1993). For example: 

1) If a copy of an international application (which desig- 
nates the U.S.) that has a priority date of 30 August 1991 
is filed in the Office by 30 April 1993 (within 20 months 
from the priority date), applicant may enter the national 
stage under 37 CFR 1.494 by submitting any required 
English translation, the basic national fee and the oath or 
declaration not later than 30 June 1993. Of course, the 
payment of the surcharge and processing fee (37 CFR 
1.492(e) and (f)) would also be due. 

2) If a copy of an intesnational application (which elected 
the U.S. before expiration of 19 months from the priority 
date) that has a priority date of 30 October 1990 is filed 
in the Office by 30 April 1993 (within 30 months from 
the priority date), applicant may enter the national stage 
by submitting any required English translation, the basic 
national fee and the oath or declaration not later than 30 
June 1993. Of course, the payment of the surcharge and 
processing fee (37 CFR 1.492(e) and (f)) would also be 
due 


3) If a copy of an international application (which desig- 
nates the U.S.) that has a priority date of 01 September 
1991 is filed in the Office by 03 May 1993 (within 20 
months from the priority date - 01-02 May 1993 being a 
Saturday and Sunday, respectively), then applicant must 
pay the basic national fee by 03 May 1993 to avoid aban- 


donment of the application. If the basic national fee is 
timely paid, a notice will then be sent to applicant giving 
atime period within which to file the oath or declaration 
and any required translation (new section 1.494(c)). 

4) Any international application having a priority date of 
01 September 1991, or later, is under the new rule. Thus, 
if applicant files papers for the national stage indicated 
to be under the procedure of the old rule (section 1.494) 
in the Office before 01 May 1993 (i.e., before expiration 
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of 20 months from the priority date) but omits the basic 
national fee, the application will, nonetheless, become 
abandoned at midnight on 03 May 1993 (after 20 months 
from the priority date - 01-02 May 1993 being a Saturday 
and Sunday, because applications where the 20-month 
deadline expires on after 01 May 1993 come under the 
new practice. In accordance with new section 1.494 (i) 
copy of the international application must be furnished to 
the Office, and (ii) the basic national fee must be paid 
before expiration of 20 months from the priority date. 


Response to Comments on the Rules 


Eight written comments were received in response to the 
notice of proposed rulemaking. All of the comments were 
considered in adopting the changes set forth herein. The com- 
ments and responses to the comments follow. 


Comment 1. One comment stated that “The proposed addition 
to section 1.431(b)(1) of ‘and the papers filed at the time of 
receipt of the international application [so] indicate’ goes 
beyond the requirements set forth in the PCT and is contrary 
to PCT Administrative Instructions, Section 329.” Two other 
similar comments were received and urged, in effect, that sec- 
tion 1.431(b)(1) be revised to adopt the procedure set forth in 
Section 329 of the PCT Administrative Instructions. 

Response: The suggestion has not been adopted. The provis- 
ions adopted in section 1.431(b)(1) are consistent with, and 
required by, Article 11 of the PCT as interpreted by the Office. 
Section 329 of the PCT Administrative Instructions was issued 
by the International Bureau after the Bureau was advised that the 
Office believed new section 329 to be inconsistent with require- 
ments of Article 11 of the Treaty and inconsistent with over 13 
years of practice in the United States. In the opinion of the Office, 
PCT Administrative Instruction 329 is inconsistent with PCT 
Article 11 and Rule 20.4(a), which require the Office to promptly 
determine whether the applicant does not obviously lack, by rea- 
sons of residence or nationality, the right to file an international 
application. In accordance with PCT Rule 89.1(b), “The Admin- 
istrative Instructions shall not be in conflict with the provisions 
of the Treaty, these regulations, . . . .” The United States will not 
follow Administrative Instruction 329. 

Comment 2. One comment stated that in section 1.431(c), 
the reference to “PCT Rule 15.2” should be to “PCT Rule 15” 
because PCT Rule 15.1 is also relevant, and the reference to 
section 1.445 “should be changed to refer to” PCT Rules 14 
and 16.1“ because section 1.445 does not cover the European 
Patent Office (EPO) search fee which is also paid to the 
USPTO.” 

Response: The suggestion has not been adopted. The refer- 
ences to Rule 15.2 and section 1.445 are considered proper in 
the context in which they are used. The references to Rule 15.2 
and section 1.445 are not new and have worked well in directing 
applicants regarding international application requirements. 
The EPO search fee is not mentioned in section 1.431, but is 
published in each issue of the Official Gazette for applicant’s 
information. 

Comment 3. One comment stated that in section 1.431(d), 
the words “one designation fee” should be deleted since this 
is covered by section 1.432(b) and that “timely made” in line 
5 be changed to “paid within the one-month period” for clarity. 

Response: The first suggestion in the comment is not adopted. 
The reference to “one designation fee” in section 1 -431(d) i is 
repeated in section 1.432(b) to add clarity on this important 
point. The second suggestion in the comment is not 
since it would introduce error into section 1.431(d). Indeed, 
all the fees must be paid timely, and need not be paid within 
the one-month period set pursuant to section 1.431(c), e.g., 
some fee(s) may be paid prior to the one-month period. Presum- 
ably the one-month period mentioned in the comment refers 
to a period set pursuant to section 1.431(c) which may not 
need to be set in every case. 

Comment 4. One comment indicated that (in the fourth para- 
graph of the Supplementary Information section) the discussion 
of new section 1.432 includes a reference to a “generic” desig- 
nation of all countries which, instead, should refer to a precau- 
tionary designation of all countries except the required specified 
designation(s). 
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Response: The change has been made to the 
discussion of section 1.432 to clarify that an applicant may 
provide, in addition to at least one specified designation, a 
precautionary designation of all other PCT member countries 
and regions so that any intended designation which may have 
been overlooked on filing can be corrected within 15 months 
of the priority date. 

Comment 5. One comment stated that in section 1.432(a) 
and (b) the word “request” should be capitalized in view of 
section 1.401(d). A corresponding comment was made with 
respect to section 1.451(a). 

Response: This suggestion is adopted since PCT Rule 4.10 
requires the designations to appear on the Request (form RO/ 
101) and section 1.432 continues to require that the designa- 
tion(s) be indicated in the Request on filing. Similarly, with 
respect to section 1.451(a), the suggestion is 

Comment 6. One comment stated that in section 1.432(a) 

“or regions” should be changed to “for the purpose of obtaining 
national or regional patents.” 

Response: The suggestion is adopted to the extent that section 
1.432(a) has been changed by replacing “or regions” with 
“including an indication that applicant wishes to obtain a 
regional patent, where applicable.” The adopted wording is 
preferable since it is the same as the wording of PCT Rule 
4.9(a)(ii). 

Comment 7. One comment objected to the requirement con- 
tained in section 1.432(a) that designations i in the in 
application shall be stated as provided in PCT Rule 4.9(a) and 
Section 115 of the Administrative Instructions Under the PCT. 
Also, the comment urged that the PCT Administrative Instruc- 
tions should be reproduced in sections 1.432 and 1.451 so that 
applicants have access to them. 

Response: Section 115 of the PCT Administrative Instruc- 
tions makes reference to the names and abbreviations of all 
countries. Inclusion of such a long list would unnecessarily 
encumber section 1.432(a). The Administrative Instructions are 
readily available, and a list of countries is provided in the 
Manual of Patent Examining Procedure (Chapter 200). Appli- 
cants using a current Request form will inherently comply 
with PCT Rule 4.9(a) and Sections 110 and 115 of the PCT 
Administrative Instructions. 

Comment 8. One comment asked “If an applicant does not 
pay the fee(s) set out in section 1.432(c)(2) or (3), will he/she 
be given an additional month to pay the fees described in 
section 1.432(b)(1) and (2)?” 

Response: No extension of time is available to the 15-month 
deadline of section 1.432(c). The time period set under section 
1.432(b) doesnot apply to section 1.432(c). If payment for the 
designations to be confirmed under section 1.432(c) is not 
received by 15 months from the priority date, those precau- 
tionary designations are considered to be withdrawn, PCT Rule 
4.%(b). 

Comment 9. One comment suggested adding references to 
PCT Rule 4.9(a) and (b) in various locations in section 1.432. 

Response: The suggestion is adopted by adding appropriate 
references to PCT Rule 4.9(a) and (b). 

Comment 10. One comment suggested that the last sentence 
in section 1.432(b) be moved to become the second sentence 
of section 1.432(b) and the third sentence be moved to become 
the last sentence of section 1.432(b). 

Response: These suggestions are not adopted since they 
would not constitute an improvement to section | 432(b). 

Comment 11. One comment suggested that, in section 
1.432(c)(3) unconfirmed designations indicated to be “consid- 
ered withdrawn” should be changed to “regarded as withdrawn 
by the applicant.” 

Response: This suggestion has not been adopted because 
it does not further clarify section 1.432(c)(3). Unconfirmed 
designations are considered to be withdrawn by the applicant 
under PCT Rule 4.9(b)(ii) and are also considered to be with- 
drawn by the Office. 

Comment 12. One comment suggested that section 1.446(d) 
should be expanded to indicate that a refund of the search fee 
will be given even after the search copy has been transmitted 
just so long as the withdrawal is effective before start of the 
international search. 


Response: This suggestion has not been adopted since refunds 
may or may not be appropriate in the noted instance. For 
example, if the EPO acting as an international searching 
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authority begins the search after withdrawal but before receipt 
of the withdrawal from the U.S. receiving office, a refund may 
not be made. 

Comment 13. One comment suggested that in section 
1.446(e) “demand” should be capitalized in view of section 
1.401(g). 

Response: This suggestion is adopted. 

Comment 14. One comment suggested that the reference 
in section 1.451(a) to Section “201” of the Administrative 
Instructions should be changed to“115.” 

Response: This suggestion is adopted since Section “201” 
of the Administrative Instructions has been changed effective 
July 1, 1992, and is now Section “115. 

Comment 15. One comment noted that the proposed change 
in section 1.455(a) does not reflect that a common representa- 
tive need not be “appointed. 

Response: A new sentence has been inserted into section 
1.455(a) to address the situation where no common representa- 
tive or agent has been appointed. Where no common representa- 
tive or agent has been appointed, the first mentioned applicant 
who is entitled to file in the U.S receiving office is considered 
to be the common representative, PCT Rules 2.2bis and 90.2(b). 

Comment 16. One comment noted that the proposed change 
in section 1.455(a) does not reflect that if a new common 
representative is appointed, the previous common representa- 
tive is automatically revoked. 

Response: The last sentence of section 1.455(a) has been 
changed to reflect that the later appointment of an attorney, 
agent or common representative revokes any earlier appoint- 
ment unless otherwise indicated. 

Comment 17. One comment suggested that “In sections 
1.475(a), 1.488(a) and 1.499(e) reference should be added to 
PCT Rule 13, Administrative Instructions, Section 206, and 
possibly to Annex B of the Administrative Instructions.” 

Response: The suggestion is not because it gives 
no reasons for the proposed change and it is not evident that 
the change is needed. 

Comment 18. One comment stated that in the Supplementary 
Information discussion of section 1.475(b), the explanation of 
“specially adapted” was different from the explanation in Annex 
B, Part I of the Administrative Instructions. 

Response: The discussion of section 1.475(b) has been 
revised to conform to Annex B, Part I of the Administrative 
Instructions. 

Comment 19. One comment stated that in section 1.484(b) 
no need is seen for adding the last two sentences because 
“The provision relates only to International Searching Authority 
practice and is set forth in more detail by the PCT Rules.” 

Response: Section 1.484(b) is directed to conduct of the 
International Prelimi Examining Authority rather than 
theInternational Searching Authority. The explanation in sec- 
tion 1.484(b) is retained because, although it parallels PCT 
Rule 69.1(e), it informs applicants that delay in submission of 
an amendment will delay the start of examination. Applicants 
should be aware that, since the time for issuance of the final 
report is fixed by PCT Rule 69.2 and may not change, any 
delay in the start of examination may work to applicants’ disad- 
vantage. For example, the minimum time may have to be set 
for response to any opinions, there may be time for only one 
opinion and/or there may be less time for interviews. 

Comment 20. One comment suggested that section 1.485 
should be amended to take into account that amendments are 
permitted under PCT Rule 66.4b is even after the time period 
set by the International Preliminary Examining Authority. 

Response: This suggestion is not adopted. Section 1.485 sets 
forth when an amendment may be filed so that it will be 
considered. Amendments filed at other times may not be consid- 
ered. 

Comment 21. One comment suggested that the beginning of 
section 1.492 should be changed to reflect that, in view of H.R. 
3531, the national stage fees are under 35 U.S.C. 41(a) rather 
than under 35 U.S.C. 376. 

Response: H.R. 3531 was enacted into law (Public Law 102- 
204). Accordingly, the suggestion in the comment has been 
adopted by revising the introductory language in section 1.492 
to remove the reference to 35 U.S.C. 376. 

Comment 22. One comment urged that in the Discussion of 
Specific Rules for sections 1.494(b) and 1.495(b), the discus- 
sion should be modified to clarify that the applicant need only 
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check “his or her” files to be sure that the Bureau’s notice 
regarding transmittal of a copy of the international application 
has been received. 

Response: The language has been revised to eliminate any 
ambiguity. 

Comment 23. One comment suggested that “as filed” in 
section 1.494(c) should be set off by commas as in section 
1.495(c). 

Response: Section 1.494(c) has been changed as suggested. 

Comment 24. One comment questioned the phrases “accurate 
translation” and “proper translation” as used in the Supplemen- 
tary Information discussion and stated that these phrases do 
not further explain the word “translation” as used in the statute. 
Another comment suggested that the rule should provide for 
correction of errors in the translation without penalty of aban- 
donment or surcharge. 

Response: The statute (35 U.S.C. 371(c)(2)) requires that 
applicant file a translation of the international application to 
avoid abandonment (35 U.S.C. 371(d)). The Office has received 

translations which include amendments to the text 
of the international application and other inconsistencies with 
the text of the non-English language document. It is helpful to 
explain that a translation must be accurate and a proper transla- 
tion. The Office does not inspect a purported translation for 
all errors, it only inspects for errors which are apparent on the 
face of the document. For example, where the non-English 
language international application has 6 claims and the pur- 
ported translation has 8 claims, obviously the requirement for 
a proper translation has not been met. Submission of inaccurate 
translations require additional processing by the Office, thus 
the requirement for a processing fee is appropriate. 

Comment 25. One comment stated that in the Supplementary 
Information discussion of sections 1.494 and 1.495 the refer- 
ence to the U.S. correspondence address should be modified 
to add “if any” since none is required. 

Response: The suggestion has been adopted. 

Comment 26. One comment stated that in the preamble of 
section 1.495(e) there appears to be a contradiction in that the 
first sentence suggests a translation of the annex may be filed 
within the time period set under 1.495(c) whereas the second 
sentence suggests the translation of the annex must be filed by 
30 months or “be considered cancelled.” 

Response: The sentences are compatible. The first sentence 
applies to the case where the translation, oath or declaration 
have not been submitted by 30 months. In such case, they 
(and any annex) may be submitted within the time period of 
paragraph (c). The second sentence applies to the case where 
the translation and oath or declaration have been submitted by 
30 months, whereupon no additional time is set under paragraph 
(c). Thus, in the first instance, if applicants are given additional 
time to submit the translation or oath or declaration, they may 
also submit the annex in that same additional time. But where 
the translation and oath or declaration have been submitted by 
30 months, an additional time period will not be provided 
simply for submitting a translation of the annex. Of course, 
applicant may submit a preliminary amendment under 37 CFR 
1.121 including the subject matter of the annex. 

Comment 27. One comment suggested that sections 
1.494(b)(3) and 1.495(b)(3) should be amended to permit an 
extension of time for the basic national fee so that it may be 
submitted, like the declaration and translation, after 20 and 30 
months. 

Response: The suggestion is not adopted. Submission of 
the basic national fee gives the Office a clear indication that 
applicant intends to enter the national stage. This helps the 
Office to avoid processing of those 40% of the international 
applications which designate the U.S. but do not enter the 
national stage. Also, filing of the basic national fee by 20 or 
30 months will ordinarily provide the Office with the correspon- 
dence address of the person prosecuting the national stage 
application. Without this correspondence address, the Office 
would send any notice of missing parts to the correspondence 
address in the international application (e.g., the person who 
prosecuted the international stage and who may not be qualified 
to prosecute the U.S. national stage). The rules as amended 
address the greatest hurdle for entry into the national stage 
which has been submission of the oath or declaration by the 
22 or 32-month deadline. 
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Comment 28. One comment suggested that sections 1.494(d) 
and 1.495(d) should indicate that the PCT Article 19 amend- 
ments (which have not been received) are not only considered 
to be cancelled, but are also “disregarded under PCT Rule 
49.5(c-bis).” 

Response: The suggestion is not adopted because this addi- 
tional reference to PCT Rule 49.5(c-bis) is not helpful. The 
indication that the PCT Article 19 amendments are cancelled 
is in accordance with 35 U.S.C. 371(d). It is standard practice 
in the examination of a patent application in the United States 
to disregard amendments that have been cancelled. 

Comment 29. One comment suggested that, with respect 
to section 1.494, “The rules do not make clear the 
relationship between paragraphs (c) and (g) as to the time period 
set for later furnishing of the translation into English.” 

Response: Paragraph (c) provides that applicant will be pro- 
vided a period of time to file the translation (if the requirements 
of paragraph (b) have been met) and paragraph (g) provides that 
the application becomes abandoned if any required translation is 
not filed within the time period set in paragraph (c). Thus, 
where the other requirements have been met but the translation 
has not been provided, paragraph (c) provides a time period 
for submission of the translation and paragraph (g) provides 
the sanction (abandonment) for failing to comply within the 
set period. 

Comment 30. One comment questioned whether the time 
period for translation of any PCT Article 19 amendments should 
be extendable with any extension for translation of the interna- 
tional application. A corresponding comment was made with 
respect to section 1.495. 

Response: An extension of time for submission of the transla- 
tion of any PCT Article 19 amendment is not possible in view 
of the provisions of 35 U.S.C. 371(d) 

Comment 31. One comment suggested that sections 1.494(g) 
and 1.495(h) should be modified by replacing “the translation” 
with “any required translation.” 

Response: The suggestion is adopted. Translations are not 
required where the international application was filed in 
English. 

Comment 32. One comment suggested that at the beginning 
of section 1.495(c) after “paragraph (b)” the word “of” should 
be added. 

Response: The suggestion is adopted. 

Comment 33. One comment suggested that section 1.495(d) 
could be deleted since under PCT Rules 70.16 and 74.1 relevant 
amendments under PCT Article 19 must be annexed to the 
international preliminary examining report and therefore must 
be translated under section 1.495(e). It was further noted that 
superseded PCT Article 19 amendments need not be translated. 

Response: The suggestion is not adopted. Section 1.495(d) 
covers the situation where the PCT Article 19 amendment is 
not annexed. For example, where applicant enters the national 
stage in the U.S. and withdraws the international application 
before issuance of the final report. In this instance, translation 
of the PCT Article 19 amendments would have to be submitted 
by the date of commencement of the national stage (which 
cannot be later than 30 months) or be considered cancelled. 

Comment 34. One comment observed that under section 
1.495(e) if there is no time period to be set for submission of 
the translation of the international application and/or the oath 
or declaration, there is no possibility for extra time (after the 
30-month deadline) for submission of translation of the annex. 
It was suggested that section 1.495(e) be reworded to permit 
extra time (after the 30-month deadline) for submission of 
a translation of the annex even where the translation of the 
international application and/or the oath or declaration had been 
submitted by 30 months. 

Response: The suggestion is not adopted. Where the transla- 
tion of the international application and/or the oath or declara- 
tion have been submitted by 30 months, it is appropriate to 
promptly forward the application for examination rather than 
delay examination for a translation of the annex (especially 
since often it appears that applicant does not wish to proceed 
on the basis of the annex). Some applicants prefer to submit 
preliminary amendments under section 1.121 (which may be 
done even after 30 months) rather than to submit a translation 
of the annex. 

Comment 35. One comment urged that section i.495(e) is 
inconsistent in that it states that the 30-month time limit may 
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not be extended, and then states that if the translation of the 
international application is not filed within 30 months from 
the priority date additional time may be set under paragraph 
(c) of this section. 

Response: The two statements are not contradictory. The 
time period for submission of the translation and oath or decla- 
ration is a new time period and is not a extension of the 30- 
month time limit. The fixed time limit for submission of the 
basic national fee is 30 months from the priority date. If the 
basic national fee is not paid by this 30-month deadline, the 
application is abandoned. If, on the other hand, the basic 
national fee is paid by 30 months from the priority date, the 
pendency of the international application continues past 30 
months. If the translation or oath or declaration have not been 
filed by the 30-month deadline (but the basic national fee has 
been paid), the application is not abandoned and a time period 
is set for submission of the missing translation and oath or 
declaration. 

Comment 36. One comment asked “‘s it the intention of the 
Patent and Trademark Office to affect, in any way, the current 
practice of assigning a date on which the Section 371(c)(4) 
requirement (oath or declaration) will be deemed to have been 
met, if an applicant submits an oath or declaration in response 
to a Notice of Missing Parts, thereby ultimately affecting the 
Section 102(e) date to which the eventually granted U.S. patent 
will be entitled?” 

Response: Nothing in the new rule will affect the 35 U.S.C. 
102(e) date which will continue to be the date that the last of 
the 35 U.S.C. 371(c)(1), (2) and (4) requirements are fulfilled. 

Comment 37. One comment suggested that section 1.821 be 
clarified to reflect that the notice requiring compliance with 
paragraphs (b) through (f) is sent by the international searching 
authority. 

Response: The suggestion is not adopted. Section 1.821 does 
not specify who will send the notice and there is no need to 
do so in the rule 

Comment 38. One comment questioned as to section 10.9 
whether a pro se applicant from Brazil, who is either an indi- 
vidual or a company, would have the right to practice before the 
U.S. as an international searching or international preliminary 
examining authority. 

Response: Section 10.9 has been amended to clarify that it 
is not directed to pro se applicants. 


Discussion of Specific Rules 


The following is a table correlating PCT Rule changes with 
the new 37 CFR changes. Sections 1.431(b)(1), 1.431(b)(3)(i), 
1.451(a), 1 482(a)(2)G), 1.492(e), 1.494 and 1.495, which are 
also amended, are not shown in the table they are 
changes that are not required by PCT Rule changes. 


Rule Correlation Table 
37 CFR Change PCT Rule Change 


1.431(c)-(e) 16bis, 27.1 
1.432(a) 4. LOG), 4.9 
1.432(b) $5, 
yon a5. 3 

3.1 

15.5 

15. . 16.2 

57. 


13ter.1(c) 
90 


Section 1.431(b)(1) is amended to clarify that an international 
filing date will be accorded to an International application filed 
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in the United States where at least one applicant is indicated 
to be a resident or national of the United States in the papers 
as filed. If the papers, as filed, indicate a residence or nationality 
for at least one applicant, the United States Receiving Office 
can promptly determine whether, as required by PCT Article 
11, “the applicant does not obviously lack” the requisite resi- 
dence or nationality to file an international application in the 
United States Patent and Trademark Office. 

Section 1.431(b)(3)(ii) is amended to add a cross-reference 
to section 1.432 which sets forth the requirements regarding 
designations 

Section 1 431(c) i is amended to reflect that the United States 
Receiving Office, rather than the International Bureau, will be 
responsible for collecting fees not paid in full at the time of filing 
the international application or within one month thereafter. 
The change reflects the procedural change under the new PCT 
Regulations that the Receiving Office, rather than the Interna- 
tional Bureau, will be responsible for communicating deficiency 
notices to the applicant and collecting the fees. Under 
the in paragraph (c), a notice of any fee deficiency 
will be mailed by the Receiving Office setting a time period 
of one month for payment of the fee deficiency and a late 
payment fee equal to the greater of (1) 50% of the amount of 
the deficient fees up to a maximum amount equal to the basic 
fee, or (2) an amount equal to the transmittal fee. The time 
period of one month for response to this notice cannot be 
extended. 

Section 1.431(d) is eliminated as unnecessary since the 
United States Receiving Office will take over the responsibility 
for collecting fees in place of the International Bureau. 

Section 1.431(e) is redesignated as 1.431(d) and clarifies 
that the failure to timely pay the fees pursuant to paragraph 
(c) will result in the withdrawal of the international application. 

Section 1.432(a) is amended to clarify that the applicant must 
specify, on filing, at least one national or regional designation in 
order to be granted a filing date for the international application. 
This specific designation is required whether or not all designa- 
tions are indicated it to (c) of this section. 
The reference to Section 201 of the Administrative Instructions 
has been changed to Section 115 to correspond to the change 
in the Administrative Instructions. 

Section 1.432(b) is amended to establish a procedure for the 
late payment of fees for designations that were specified on 
filing an international application, and a procedure, pursuant 
to PCT Rule 16bis.1(c), in accordance with section 321 of the 
PCT Administrative Instructions for allocating fees, where the 
amount paid is insufficient to cover all the fees. The payment 
of the designation fees with a late payment fee (previously 
termed a “surcharge”) is not new. Under the revised PCT 
regulations, however, the Receiving Office, rather than the 

International Bureau, will be responsible for communicating 
deficiency notices to the applicant. The designation fees may 
be paid, without necessity for a late payment fee, within one 
year from the priority date or within one month from the date 
of receipt of the international application if that month expires 
after the expiration of one year from the priority date. The 
applicant will be notified and given one month within which 
to pay any deficient designation fees plus a late payment fee. 
The amount of the late payment fee is equal to 50% of the 
deficient fees, but will not be less than the amount of the 
transmittal fee (currently $200) and will not exceed the amount 
of the basic fee (currently $525). The one-month time limit 
for payment of the deficient designation fees and late payment 
fee may not be extended. If, after expiration of the one-month 
time period, at least one designation fee has not been paid 
(with any late payment fee which is due), the international 
application will be withdrawn. If, after expiration of the one- 
month time period, at least one designation fee has been paid 
(with any late payment fee which is due) but the amount paid 
is not sufficient to cover the late payment fee and all the 
designation fees, the amount paid will be allocated, pursuant 
to PCT Rule 16bis.1(c), in accordance with section 321 of the 
Administrative Instructions. Section 321 of the Administrative 
Instructions provides that the amount will be allocated in accor- 
dance with any instructions received from the applicant or, if 
no instructions have been received, in the order in which the 
designations appear in the request part of the international 
application. Designations for which no designation fee is timely 
filed will be withdrawn. In section 1.432(b), the reference to 
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parenthetical numbers (1) and (2) used to describe the late 
payment fee as proposed has been deleted in the final rule to 
improve clarity. 

New section 1.432(c) establishes a procedure wherein, in 
addition to the designation(s) under paragraph (a), the applicant 
could indicate, on filing, all designations permitted under the 
Treaty and confirm desired designations of countries or regions 
up to 15 months from the priority date. Section 1.432(c) as 
promulgated requires that applicant’s indication of all designa- 
tions permitted under the Treaty in addition to the designation(s) 
under (a) be made in the Request in accordance with 
PCT Rule 4.9(b). The confirmation must include both a written 
notice of the countries or regions being confirmed, the appro- 
priate designation fees and a confirmation fee based on the 
number of countries or regions being confirmed. If the amount 
of the fees is insufficient, the Receiving Office will allocate 
the amount paid in accordance with any priority of designations 
specified by the applicant or, if no priority is specified, in 
accordance with section 321 of the Administrative Instructions. 
A notice reminding applicant of the 15-month deadline will 
not be provided. Unconfirmed designations will be considered 
withdrawn. 

Section 1.434 is amended to allow applicants to develop 
their own computer-generated Request form so long as the 
forms comply with the requirements of sections 102(h) and (i) 
of the Administrative Instructions. Printed Request form will 
continue to be available from the United States Patent and 
Trademark Office. 

New section 1.445(a)(4) defines the amount of the confirma- 
tion fee required for the designations confirmed under section 
1.432(c). The confirmation fee is equal to 50% of the sum of 
the designation fees for the designations being confirmed. For 
example, a confirmation of four additional designations (at 
$127 per designation, or $508) would require a $254 confirma- 
tion fee. The total amount of the fees due would be $762, 
which is the sum of $508 and $254. 

Section 1.446(d) is amended to clarify that the international 
(basic and designation, PCT Rule 15.1) and search fees may 
be refunded under certain circumstances linked to whether 
the record copy or search copy has been transmitted to the 
International Bureau or International Searching Authority, 
respectively. The transmittal fee and any late payment fees will 
not be refunded, but will be retained to cover Office processing 
costs. If the record copy or search copy has been transmitted, 
the Receiving Office cannot refund or authorize the refund of 
the international or search fees. Any request for a refund filed 
after the record copy or search copy has been transmitted should 
be directed to the International Bureau (for the international fee) 
or the International Searching Authority (for the international 
search fee) for consideration of whether a refund should be 
made. 

New section 1.446(e) indicates that a refund of the handling 
fee by the International Preliminary Examining Authority is 
permitted only in the situations where the demand is considered 
not to have been submitted or upon withdrawal of the demand 
before the demand has been sent to the International Bureau. 
If the demand has been sent to the International Bureau, requests 
for refund of the handling fee should be directed to the Interna- 
tional Bureau. 

Section 1.451(a) is amended to clarify that the applicant must 
specify, on filing, the priority of a previously filed application in 
order to be granted priority in the international application. The 
right to priority is not necessarily lost if the claim is not on 
the Request form, but will be lost if the claim does not appear 
in the papers presented on filing of the application. 

Section 1 A55(a) i is amended to clarify that the term “common 
representative” means an applicant appointed by the other appli- 
cants or considered to be the representative of the other appli- 
cants. Further, since attorneys and agents are registered to 
practice before the Office rather than licensed, section 1.455(a) 
has been amended by replacing the word “licensed” with “regis- 
tered.” The paragraph also clarifies who can represent appli- 
cants in an international application before the U.S. 
International Searching Authority or the U.S. International Pre- 
liminary Examining Authority, e.g., (1) an attorney or agent 
registered to practice before the Office, and (2) an attorney or 
agent not registered to practice before the Office, but authorized 
to practice before the national office with which the interna- 
tional application was filed and for which the United States is an 
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International Searching Authority or International Preliminary 
Examining Authority. In the latter case, representation is 
restricted to practicing before the U.S. International Searching 
Authority and/or the U.S. International Preli Examining 
Authority. For example, if an international application is filed 
in the Brazilian Patent Office, an agent authorized to practice 
before the Brazilian Patent Office may prosecute that applica- 
tion before the U.S. International Searching Authority or the 
U.S. International Preliminary Examining Authority. Paragraph 
(a) also provides that, unless otherwise indicated, the appoint- 
ment of an attorney, agent or common representative revokes 
any earlier appointment as specified in PCT Rule 90.6(b). 

Section 1.475 is amended to adopt the unity of invention 
principles of PCT Rule 13, as amended. Section 1.475 is further 
amended to reflect that the same unity of invention principles 
are applied by the international searching and preliminary 
examining authorities and during the national stage. Duplicative 
provisions in sections 1.487 and 1.499 are deleted. 

The principles of unity of invention are used to determine 
the types of claimed subject matter and the combinations of 
claims to different categories of invention that are permitted 
to be included in a single international or national stage patent 
application. The basic principle is that an application should 
relate to only one invention or, if there is more than one inven- 
tion, that applicant would have a right to include in a single 
application only those inventions which are so linked as to 
form a single general inventive concept. 

Section 1.475(a) is amended to contain both the definition 
of the requirement for unity of invention, and the unity of 
invention criteria that must be satisfied, where a group of 
inventions is claimed, in order to have a right to include multiple 
inventions in a single application. A group of inventions is 
linked to form a single general inventive concept where there 
is a technical relationship among the inventions that involves 
at least one common or corresponding special technical feature. 
The expression “special technical features” is defined as 
meaning those technical features that define the contribution 
which each claimed invention, considered as a whole, makes 
over the prior art. For example, a compound is the common 
technical feature in an application claiming (1) the compound 
per se, (2) a method of making the compound and (3) a method 
of using the compound. A corresponding technical feature is 
exemplified by a key defined by certain claimed structural 
characteristics which correspond to the claimed features of a 
lock to be used with the claimed key. 

Section 1.475(b) is amended to define several combinations 
of different categories of claims which always fulfill the unity 
of invention requirements of section 1.475(a) where the same 
or corresponding special technical feature is claimed. There 
may be other combinations of different categories of claims 
which fulfill the requirement for unity of invention, but the 
determination of unity must be made under section 1.475(a), 
not section 1.475(b). 

In section 1.475(b), a process is “specially adapted” for the 
manufacture of a product if the claimed process inherently 
produces the claimed product with the technical relationship 
defined in section 1.475(a) being present between the claimed 
process and the claimed product. The expression “specially 
adapted” as used in this section does not imply that the product 
could not also be manufactured by a different process. 

In section 1.475(b), an apparatus or means is “specifically 
designed” for carrying out the process when the apparatus or 
means is suitable for carrying out the process with the technical 
relationship defined in section 1.475(a) being present between 
the claimed Ss or means and the claimed process. The 
expression “specifically designed” does not imply that the appa- 
ratus or means could not be used for carrying out another 
process, nor does it imply that the process could not be carried 
out using an alternative or means. 

Section 1.475(c) is amended to require that unity of invention 
might not be present if a combination of categories of invention 
different from those described in section 1.475(b) are presented 
in an application. The requirements of section 1.475(a) are 
always met by the combinations described in section 1.475(b) 
where the same or corresponding special technical feature is 
claimed. All other combinations must be tested against the 
unity of invention standard of section 1.475(a). 

Section 1.475(d) is amended by deleting reference to the 
different combinations of categories of invention that always 
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meet the unity of invention standard (now set forth in section 
1.475(b)), and to make reference to the determination of the 
main invention where multiple products, processes of manufac- 
ture or uses are claimed. The significance of determining the 
main invention is set forth in section 1.476(c). 

Section 1.475(e) is amended to require that the determination 
regarding unity of invention be made without regard to whether 
a group of inventions is claimed in separate claims or as alterna- 
tives within a single claim. The basic criteria for unity of 
invention are the same, regardless of the manner in which 
applicant chooses to draft a claim or claims. 

Section 1.475(f) is deleted since PCT Rule 13 has been 
amended and the basic principles of unity of invention are 
into other portions of section 1.475. 

Section 1.476(a) is amended to delete the reference to section 
1.475(f) (which is deleted) and PCT Rule 13. 

Section 1.480(b) is amended to allow applicants to develop 
their own computer-generated Demand form so long as the 
limitations in sections 102(h) and (i) of the Administrative 
Instructions are met. Printed Demand forms will continue to 
be available from the Office. 

Section 1.482(a)(2)(i) is amended to clarify that an additional 
preliminary examination fee may be charged for lack of unity 
in Chapter II irrespective of whether there was a similar charge 
in Chapter I. Normally there will be a charge for lack of unity 
both in Chapter I and in Chapter II. In some instances, although 
a charge for the search of an additional invention is justified 
in Chapter I, the examiner chooses to proceed without charging 
for the search of the additional invention(s). However, circum- 
stances may change (e.g., an amendment submitted with the 
—— expanding the claims to the additional invention(s)) 

II so as to warrant the examiner’s requirement for 
a additional fee for examination of the additional invention(s). 

Section 1.482(b) is amended to remove the reference to the 
supplement to the handling fee which had been collected for 
the benefit of the International Bureau and which has been 
deleted from the PCT regulations. At present, applicants must 
pay as many supplements to the handling fee as there are 
languages into which the elected Offices require translations 
of the international preliminary examination report. Under the 
new PCT regulations, all countries will accept an English trans- 
lation of the international preliminary examination report, thus 
limiting the International Suen's translation costs. Accord- 
ingly only one handling fee will need to be paid by the applicant, 
without any supplement, irrespective of the need for a transla- 
tion of the report. 

Section 1.484(b) is amended to permit an applicant to indicate 
in the demand that international preliminary examination is to 
begin based on the application as amended rather than on the 
application as filed. If a PCT Article 19 amendment is not 
received by the Office by 20 months from the priority date, 
preliminary examination will proceed. Where the demand indi- 
cates examination is to be based on an accompanying PCT 
Article 34 amendment, but the PCT Article 34 amendment has 
not been provided to the Office with the demand, the applicant 
will be notified and given a time period to submit the amend- 
ment. Thus, if the applicant wishes preliminary examination 
based on an amended version of the international application, 
the demand must so indicate and the amendment (PCT Article 
19 or 34) must (1) accompany the demand; or (2) in the case 
of a PCT Article 19 amendment, be received by 20 months 
from the priority date; or (3) in the case of a PCT Article 34 
amendment, be submitted within the non-extendable time 
period set by the Office. 

Section 1.485 is amended to be consistent with section 1.484 
and provides for amendments to be filed with the demand 
or within a time period set by the International Preliminary 
Examining Authority. 

Section 1 .487 is removed as unnecessary because the amend- 
ments to section 1.475 address the unity of invention principles 
to be applied by the International Preliminary Examining 
Authority. 

Section 1.488(a) is amended to replace the reference to sec- 
tion 1.487, which is removed, with a reference to section 1.475. 

Section 1.492 is amended to revise the in clause 
to eliminate the reference to 35 U.S.C. 376. 

Section 1.492(e) is amended to eliminate the surcharge for 
filing the basic national fee after 20 or 30 months from the 
priority date. In accordance with the new practice under sections 
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1.494 and 1.495, the basic national fee must be filed no later 
than 20 months, or 30 months if a timely election was filed, 
from the priority date in order to avoid abandonment of the 
application. 

Sections 1.494 and 1.495 is amended to modify the practice 
for entering the national stage as a designated or elected office 
by more closely aligning it with national application practice 
under section 1.53. 

Section 1.494(a) is amended to clarify that absence of a 
Demand form is no longer the controlling event, but rather 
failure to elect the United States within 19 months of the priority 
date will trigger the time periods set forth in paragraphs (b) 
and (c) of this section. 

Section 1.494(b) is amended to require that the basic national 
fee and a copy of the international application must be filed 
with the Office by 20 months from the priority date to avoid 
abandonment. The 22-month period for filing the basic national 
fee with a surcharge in previous rule 1.494(c) has been elimi- 
nated. The International Bureau normally provides the copy of 
the international application to the Office in accordance with 
PCT Article 20. At the same time, the International Bureau 
notifies the applicant of the communication to the Office. In 
accordance with PCT Rule 47.1, that notice shall be accepted 
by all designated offices as conclusive evidence that the com- 
munication has duly taken place. Thus, if the applicant desires 
to enter the national stage and applicant has received the notice 
from the International Bureau, applicant need only pay the 
basic national fee by 20 months from the priority date. The 
20-month time limit for submission of the basic national fee 
and a copy of the international application is not extendable. 

Section 1.494(c) is amended to provide that applicants who 
have provided the basic national fee and a copy of the interna- 
tional application by 20 months from the priority date but who 
omit a proper translation, oath or declaration will receive a 
notification setting a time period for submission of the omitted 
requirements. The time period set in the notice can be extended 
pursuant to section 1.136. Filing of the oath or declaration later 
than 20 months will require the payment of the surcharge set 
forth in section 1.492(e). Filing of the translation later than 20 
months will require the payment of the processing fee set forth 
in section 1.492(f). 

Section 1.494(d) is amended to clarify the existing practice 
that PCT Article 19 amendments must be submitted by 20 
months from the priority date, which time may not be extended. 
Of course, the failure to do so does not result in loss of the 
subject matter of the PCT Article 19 amendments. The applicant 
may submit that subject matter in a preliminary amendment 
filed under section 1.121. In many cases, filing an amendment 
under section 1.121 is preferable since grammatical or idiomatic 
errors may be corrected. 

Section 1.494(g) is removed in view of the amendments to 
sections (b), (c) and (d). 

Section 1.494(h) is redesignated as 1.494(g) and is amended 
to specify when an application that fails to enter the national 
stage becomes abandoned. Abandonment occurs at 20 months 
from the priority date if the basic national fee and a copy of 
the international application have not been provided to the 
Office. If they have been provided to the Office within 20 
months and the translation and/or oath or declaration are not 
filed timely, abandonment occurs upon expiration of the time 
limit set in the notification pursuant to paragraph (c). Thus, in 
the latter situation, abandonment would occur at the expiration 
of the time period set in the notice to file the missing translation, 
and/or oath or declaration. The phrase “where the United States 
has been designated but not elected prior to 19 months from 
the priority date” (emphasis added) has been changed to “where 
the United States has been designated but not elected by the 
expiration of 19 months from the priority date” (emphasis 
added) for clarity. A corresponding change has been made in 
section 1.495(h). 

Section 1.495(a) is amended to clarify that the election of 
the U.S. need not be made in the Demand, but can be made 
subsequently if filed before expiration of 19 months from the 
priority date to start the time periods set forth in paragraphs 
(b) and (c) of this section. 

Section 1.495(b) is amended to require that the basic national 
fee and a copy of the international application must be filed 
with the Office by 30 months from the priority date to avoid 
abandonment. The 32-month period for filing the basic national 
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fee with a surcharge in previous rule 1.495(c) has been elimi- 
nated. The International Bureau normally provides the copy of 
the international application to the Office in accordance with 
PCT Article 20. At the same time the International Bureau 
notifies applicant of the communication to the Office. In accor- 
dance with PCT Rule 47.1, that notice shall be accepted by all 
designated offices as conclusive evidence that the communica- 
tion has duly taken place. Thus, if the applicant desires to enter 
the national stage, the applicant normally need only check to 
be sure the notice from the International Bureau has been 
received and then pay the basic national fee by 30 months from 
the priority date. The 30-month time limit for submission of 
the basic national fee and a copy of the international application 
is not extendable. 

Section 1.495(c) is amended to provide that applicants who 
have provided the basic national fee and a copy of the interna- 
tional application by 30 months from the priority date, but who 
omit a proper translation, oath or declaration, will receive a 
notification setting a time period for submission of the omitted 
requirements. The time period set in the notice can be extended 
pursuant to section 1.136. Filing of the oath or declaration later 
than 30 months will require the payment of the surcharge set 
forth in section 1.492(e). Filing of the translation later than 30 
months will require the payment of the processing fee set forth 
in section 1.492(f). 

Pr ta 1.495(d) is amended to clarify the existing and con- 

uing practice that the PCT Article 19 amendments must be 
ceattthen tt che han anaaaie ies The deadline 
for submitting PCT Article 19 amendments may not be 
extended. The failure to do so will not result in loss of the 
subject matter of the PCT Article 19 amendments. Applicant 
may submit that subject matter in a preliminary amendment 
filed under section 1.121. In many cases, filing an amendment 
under section 1.121 is preferable since grammatical or idiomatic 
errors may be corrected. 

Section 1.495(e) is amended to specify that a translation 
into English of any annexes to the international preliminary 
examining report which are not received by 30 months from 
the priority date may only be submitted within the time period 
set in paragraph (c) for submission of any omitted translation 
of the international application, or oath or declaration. If any 
required translation of the international application and oath 
or declaration have been provided to the Office by 30 months, 
a notice under paragraph (c) will not be sent, and if the transla- 
tion of annexes is not submitteé within 30 months, the annexes 
will be considered cancelled. 


Section 1.495(h) is removed in view of the amendments to 
sections (b), (c), (d) and (e). 

Section 1.495(i) is redesignated as 1.495(h) and specifies 
when an application that fails to enter the national stage 
becomes abandoned if the United States was elected prior to 
19 months from the priority date. Abandonment occurs at 30 
months from the priority date if the basic national fee and a 
copy of the international application have not been provide to 
the Office. If they have been provided to the Office within 30 
months and the translation and/or oath or declaration are not 
filed timely, abandonment occurs upon expiration of the time 
limit set in the notification pursuant to paragraph (c). Thus, in 
the latter situation, abandonment would occur at the expiration 
of the time period set in the notice to file the missing translation, 
and/or oath or declaration. 

Section 1.499 is amended by removing paragraphs (a) 
through (e) because the amendments to section 1.475 address 
the unity of invention principles to be applied in the national 
stage. The reference to the official action being called a require- 
ment for restriction has been eliminated as unnecessary. 

Section 1.821(h) is amended to provide that if applicant fails 
to timely provide the required computer-readable form, the 
United States International Searching Authority shall search 
only to the extent that a meaningful search can be carried out. 

Section 10.9 is amended to add a new paragraph (c) to be 
consistent with section 1.455, clarifying that an attorney or 
agent having the right to act before the national office with 
which the international application is filed may represent the 
applicant before the U.S International Searching Authority or 
the U.S. International Preliminary ining Authority. An 
individual who has the right to practice before the national 
office with which an international application is filed, and who 
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is not registered under section 10.6, may not prosecute patent 
applications in the national stage in the Office. 


Other Considerations: 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act, 5 U.S.C. 601, et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501, et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule changes will not have a significant 
economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)), because the rules 
provide more streamlined and simplified for filing 


and prosecuting international and national stage applications 
under the PCT. 


The Patent and Trademark Office has determined that these 
rule changes are not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers; 
individual industries; Federal, state or local government agen- 
cies; or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to —— with foreign-based enterprises in domestic or export 


“Tis theke'eih Seiten Oe tid ewenenatiie 
this notice has no federalism implications affecting the relation- 
ship between the National Government and the States as out- 
lined in Executive Order 12612. 

These rule changes will not i any additional burden 
under the Paperwork Reduction Act of 1980, 44 U.S.C. 3501, 
et seq. The paperwork burden imposed by adherence to the 
PCT is currently approved by the Office of Management and 
Budget under control number 0651-0021. 

Notice is hereby given that pursuant to the authority granted 
to the Commissioner of Patents and Trademarks by 35 U.S.C. 
6, the Patent and Trademark Office amends Title 37 of the 
Code of Federal Regulations as set forth below. 


List of Subjects 
37 CER Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Smal} businesses. 


37 CFR Part 10 


Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and record keeping requirements, 
Trademarks. 


For the reasons set forth in the preamble, 37 CFR Parts 1 
and 10 are amended as follows: 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.431 is amended by removing paragraph (e) and 
revising paragraphs (b)(1) through (b)(3)(i1), (c) and (d) ~ read 


as follows: 


§ 1.431 International application requirements 


ese ee * 


(b) An international filing date will be accorded by the United 
States Receiving Office, at the time of receipt of the interna- 
tional application, provided that: 

(1) At least one applicant (§ 1.421) is a United States 
resident or national and the paper filed at the time of receipt 
of the international application so indicate (35 U.S.C. 361(a), 
PCT Art. 11(1)(i). 
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(2) The international application is in the English language 
(35 U.S.C. 361(c), PCT Art. 11(1)(ii)). 
(3) The international application contains at least the fol- 
lowing elements (PCT Art. 11(1)(iii)): 
(i) An indication that it is intended as an international 
application (PCT Rule 4.2); 
(ii) The designation of at least one Contracting State 
of the International Patent Cooperation Union (§ 1 439): 


*e eK * 


(c) Payment of the basic portion of the international fee (PCT 
Rule 15.2) and the transmittal and search fees ( § 1.445) may 
be made in full at the time the international application papers 
ee ae section are deposited or within 
one month thereafter. If the basic, transmittal and search fees 
are not pa-id within one month from the date of receipt of the 
international application, applicant will be notified and given 
one month within which to pay the deficient fees plus a late 
payment fee equal to the greater of (1) 50% of the amount of 
the defficient fees up to a maximum amount equal to the basic 
fee, or (2) an amount equal to the transmittal fee (PCT Rule 
16bis). The one-month time limit set in the notice to pay defi- 
cient fees may not be extended. 

(d) If the payment needed to cover the transmittal fee, the 
basic fee, the search fee, one designation fee and the late 
payment fee pursuant to paragraph (c) of this section is not 
timely made, the Receiving Office will declare the international 
application withdrawn under PCT Article 14(3)(a). 


Section 1.432 is revised to read as follows: 
eg Designation of States and payment of designation 


(a) The designation of States including an indication that 
applicant wishes to obtain a regional patent, where applicable, 
shall appear in the Request upon filing and must be indicated as 
set forth in PCT Rule 4.9 and Section 115 of the Administrative 
Instructions. Applicant must specify at least one national or 
regional designation on filing of the international application 
for a filing date to be granted. 

(b) If the fees necessary to cover all the national and regional 
designations specified in the Request are not paid by the appli- 
cant within one year from the priority date or within one month 
from the date of receipt of the international application if that 
month expires after the expiration of one year from the priority 
date, applicant will be notified and given one month within 
which to pay the deficient designation fees plus a late payment 
fee equal to the greater of 50% of the amount of the deficient 
fees up to a maximum amount equal to the basic fee, or an 
amount equal to the transmittal fee (PCT Rule 16bis). The one- 
month time limit set in the notification of deficient designation 
fees may not be extended. Failure to timely pay at least one 
designation fee will result in the withdrawal of the international 
application. The one as fee may be paid: 

(1) within one year the priority date, 

(2) within one month from the date of receipt of the 
international application if that month expires after the expira- 
tion of one year from the priority date, or 

(3) with the late payment fee defined in this paragraph 
within the time set in the notification of the deficient designation 
fees. If after notification of deficient designation fees the appli- 
cant makes timely payment, but the amount paid is not sufficient 
to cover the late payment fee and all designation fees, the 
Receiving Office will, after allocating payment for the basic, 
search, transmittal and late payment fees, allocate the amount 
paid in accordance with PCT Rule 16bis.1(c) and withdraw 
the unpaid designations. The notification of deficient designa- 
tion fees pursuant to this paragraph may be made simultane- 
ously with any notification pursuant to § 1.431(c). 

(c) On filing the international application, in addition to 
specifying at least one national or regional designation under 
PCT Rule 4.9(a), applicant may also indicate under PCT Rule 

.9(b) that all other designations permitted under the Treaty 
are made. The latter indication under PCT Rule 4.9(b) must 
be made in a statement on the Request that any designation 
made under this paragraph is subject to confirmation (PCT 
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Rule 4.9(c)) not later than the expiration of 15 months from 
the priority date by: 

(1) filing a written notice with the United States Receiving 
peeve specifying the national and/or regional designations 


confirmed; 
xo) Leman | the designation fee for each designation being 


(3) paying the confirmation fee specified in § 1.445(a)(4). 
designations will be considered withdrawn. If the 

amount submitted is not sufficient to cover the designation fee 
and the confirmation fee for each designation being confirmed, 
the Receiving Office will allocate ‘he amount paid in accor- 
dance with any priority of designations specified by applicant. 
If applicant does not specify any priority of designations, the 
allocation of the amount paid will be made in accordance with 
PCT Rule 16bis.1(c). 


4. Section 1.434 is amended by revising paragraph (a) to read 
as follows: 


§ 1.434 The request. 


(a) The request shall be made on a standardized form (PCT 
Rules 3 and 4). Copies of printed Request forms are available 
from the Patent and Trademark Office. Letters requesting 
printed forms should be marked “Box PCT.” 


*e EES 


5. Section 1.445 is amended by adding new paragraph (a)(4) 
to read as follows: 


§ 1.445 International application filing, processing and 
search fees. 


(a) * * * 


(4) A confirmation fee (PCT Rule 96) equal to 50% of the 
sum of designation fees for the national and regional designa- 
tions being confirmed (§ 1.432(c)). 


eee * 


6. Section 1.446 is amended by revising paragraph (d) and 
adding paragraph (e) to read as follows: 


§ 1.446 Refund of international application filing and pro- 
cessing fees. 


*e ee * 


(d) The international and search fees will be refunded if no 
international filing date is accorded or if the application is 
withdrawn before transmittal of the record copy to the Interna- 
tional Bureau (PCT Rules 15.6 and 16.2). The search fee will 
be refunded if the application is withdrawn before transmittal 
of the search copy to the International Searching Authority. 
The transmittal fee will not be refunded. 

(e) The handling fee (§ 1.482(b)) will be refunded (PCT 
Rule 57.6) only if: 

(1) the Demand is withdrawn before the Demand has been 
sent by the International Preliminary Examining Authority to 
the International Bureau, or 

(2) the Demand is considered not to have been submitted 
(PCT Rule 54.4(a)). 


7. Section 1.451 is amended by revising paragraph (a) to read 
as follows: 


§ 1.451 The priority claim and priority document in an 
international application. 


(a) The claim for priority must be made on the Request (PCT 
Rule 4.10) in a manner complying with Sections 110 and 115 
of the Administrative Instructions. 

*e ee * 


8. Section 1.455 is amended by revising paragraph (a) to read 
as follows: 
§ 1.455 Representation in international applications. 


(a) Applicants of international applications may be repre- 
sented by attorneys or agents registered to practice before the 
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Patent and Trademark Office or by an applicant appointed as 

aismnenenngmnpenies CE Sehca Rules 4.8 and 90 and 
§ 10.10). If applicants have not appointed an attorney or agent 
or one of the applicants to represent them, and there is more 
than one applicant, the applicant first named in the request and 
who is entitled to file in the U.S. Receiving Office shall be 
considered to be the common representative of all the appli- 
cants. An attorney or agent having the right to practice before 
a national office with which an internationai application is filed 
and for which the United States is an International Searching 
Authority or International Preliminary Examining Authority 
may be appointed to represent the applicants in the international 
application before that authority. An attorney or agent may 
appoint an associate attorney or agent who shall also then be 
of record (PCT Rule 90.1(d)). The appointment of an attorney 
or agent, or of a common representative, revokes any earlier 
appointment unless otherwise indicated (PCT Rule 90.6(b) and 
(c)). 


9. Section 1.475 is revised to read as follows: 

§ 1.475 Unity of invention before the International 
Searching Authority, the International Exam- 
ining Authority and during the national stage. 


(a) An international and a national stage application shall 
relate to one invention only or to a group of inventions so linked 
as to form a single general inventive concept (“requirement of 
unity of invention”). Where a group of inventions is claimed 
in an application, the requirement of unity of invention shall 
be fulfilled only when there is a technical relationship among 
those inventions involving one or more of the same or corres- 
ponding special technical features. The expression “special 
technical features” shall mean those technical features that 
define a contribution which each of the claimed inventions, 
considered as a whole, makes over the prior art. 

(b) An international or a national stage application containing 
claims to different categories of invention will be considered 
to have unity of invention if the claims are drawn only to one 
of the following combinations of categories: 

(1) a product and a process specially adapted for the manufac- 
ture of said product; or 

(2) a product and a process of use of said product; or 

(3) a product, a process specially for the manufacture 
of the said product, and a use of the said product; or 

(4) a process and an apparatus or means specifically designed 
for carrying out the said process or 

(5) a product, a yee specially adapted for the manufacture 
of the said product, and an apparatus or means specifically 
designed for carrying out the said process. 

(c) If an application contains claims to more or less than 
one of the combinations of categories of invention set forth in 
paragraph (b) of this section, unity of invention might not be 

t. 

(d) If multiple products, processes of manufacture or uses 
are claimed, the first invention of the category first mentioned 
in the claims of the application and the first recited invention 
of each of the other categories relate thereto will be considered 
as the main invention in the claims, see PCT Article 17(3)(a) 
and § 1.476(c). 

(e) The determination whether a group of inventions is so 
linked as to form a single general inventive concept shall be 
made without regard to whether the inventions are claimed in 
separate claims or as alternatives within a single claim. 


10. Section 1.476 is amended by revising paragraph (a) to read 
as follows: 


§ 1.476 Determination of unity of invention before the Inter- 
national Searching Authority. 


(a) Before establishing the international search report, the 
International Searching Authority will determine whether the 
international application complies with the requirement of unity 
of invention as set forth in § 1.475. 


eee % 


11. Section 1.480 is amended by revising paragraph (b) to read 
as follows: 
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§ 1.480 Demand for international preliminary examination. 


eee * 


(b) The Demand shall be made on a standardized form. 
— of printed Demand forms are available from the Patent 
Trademark Office. Letters requesting printed Demand 

i should be marked “Box PCT”. 


*e ee * 


12. Section 1.482 is amended by revising paragraphs (a)(2)(i) 
and (b) to read as follows: 


§ 1.482 International preliminary examination fees. 


(a) * * * 


(2) An additional preliminary examination fee when required, 
per additional invention: 

(i) Where the International Searching Authority for the 

international application was the United States Patent and 


*e ee * 


(b) The handling fee is due on filing the Demand. 


13. Section 1.484 is amended by revising paragraph (b) to read 
as follows: 


§ 1.484 Conduct of international preliminary examination. 


*e eK 


(b) International preliminary examination will begin 
promptly upon receipt of a Demand which requests examination 
based on the application as filed, or as amended by an amend- 
ment which has been received by the United States International 
Preliminary Examining Authority. Where a Demand requests 
examination based on a PCT Article 19 amendment which has 
not been received, examination may begin at 20 months without 
receipt of a PCT Article 19 amendment. Where a Demand 
requests examination based on a PCT Article 34 amendment 
which has not been received, applicant will be notified and 
given a time period within which to submit the amendment. 
Examination will begin after the earliest of: 

(1) receipt of the amendment; 

a receipt of applicant’s statement that no amendment will 

be made; or 

(3) expiration of the time period set in the notification. 

No international pre examination report will be 
established prior to issuance of an international search report. 


*eeE 


14. Section 1.485 is revised to read as follows: 
§ 1.485 Amendments by applicant during international pre- 
liminary examination. 


(a) The applicant may make amendments at the time of filing 
of the Demand and within the time limit set by the International 
Preliminary Examining Authority for response to any notifica- 
tion under § 1.484(b) or to any written opinion. Any such 
amendments must: 

(1) Be made by submitting a replacement sheet for every 
sheet of the application which differs from the sheet it replaces 
unless an entire sheet is cancelled, and 

(2) Include a description of how the replacement sheet differs 
from the replaced sheet. 

(b) If an amendment cancels an entire sheet of the interna- 
= application, that amendment shall be communicated in 
a letter. 


15. Section 1.487 is removed. 
§ 1.487 [Removed] 


16. Section 1.488 is amended by revising paragraph (a) to read 
as follows: 
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(a) Before establishing any written opinion or the interna- 
tional preliminary examination report, the International Prelimi- 
nary Examining Authority will determine whether the 
international application complies with the requirement of unity 
of invention as set forth in § 1.475. 


*eEEEK 


17. Section 1.492 is amended by revising the introductory 
clause and paragraph (e) to read as follows: 


§ 1.492 National stage fees. 


The following fees and charges are established for interna- 
_ applications entering the national stage under 35 U.S.C. 
1: 


** ek * * 


(e) Surcharge for filing the oath or declaration later than 20 
months from the priority date pursuant to § 1.494(c) or later 
than 30 months from the priority date pursuant to § 1.495(c): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


*e KE 


18. Section 1.494 amended by removing paragraph (h) 
revising paragraphs (a), (b), (c), (d). and (g) to read as follows: 


§ 1.494 Entering the national stage in the United States of 
America as a Designated Office. 


(a) Where the United States of America has not been elected 
by the expiration of 19 months from the priority date (see § 
1.495), the applicant must fulfill the requirements of PCT 
Article 22 and 35 U.S.C. 371 within the time periods set forth 
in paragraphs (b) and (c) of this section in order to prevent the 
abandonment of the international application as to the United 
States of America. applications for which those 
requirements are timely fulfilled will enter the national stage 
and obtain an examination as to the patentability of the invention 
in the United States of America. 

(b) To avoid abandonment of the application, the applicant 
shall furnish to the United States Patent and Trademark Office 
not later than the expiration of 20 months from the priority 


date: 

(1) a copy of the international application, unless it has been 
previously communicated by the International Bureau or unless 
it was originally filed in the United States Patent and Trademark 
Office; and 


ice, 

(2) the basic national fee (see § 1.492(a)). 

The 20-month time limit may not be extended. 

(c) If applicant complies with paragraph (b) of this section 
before expiration of 20 months from the priority date but omits 
(1) a translation of the international application, as filed, into 
the English language, if it was originally filed in another lan- 
guage (35 U.S.C. 371(c)(2)) and/or (2) the oath or declaration 
of the inventor (35 U.S.C. 371(c)(4); see § 1.497), applicant 
will be so notified and given a period of time within which to 
file the translation and/or oath or declaration in order to prevent 
abandonment of the application. The payment of the processing 
fee set forth in § 1.492(f) is required for ce of an 
English translation later than the expiration of 20 months after 
the priority date. The payment of the surcharge set forth in 
1.492(e) is required for acceptance of the oath or declaration 
of the inventor later than the expiration of 20 months after the 
priority date. A copy of the notification mailed to applicant 
should accompany any response thereto submitted to the Office. 

(d) A copy of any amendments to the claims made under 
PCT Article 19, and a translation of those amendments into 
English, if they were made in another language, must be fur- 
nished not later than the expiration of 20 months from the 
priority date. Amendments under PCT Article 19 which are 
not received by the expiration of 20 months from the priority 
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date will be considered to be cancelled. The 20-month time 
limit may not be extended. 


*e£ ee 


(g) An international application becomes abandoned as to 
the United States 20 months from the priority date if the require- 
ments of paragraph (b) of this section have not been complied 
with within 20 months from the priority date where the United 
States has been designated but not elected by the expiration of 
19 months from the priority date. If the requirements of para- 
graph (b) of this section are complied with within 20 months 
from the priority date but any required translation of the interna- 
tional application as filed and/or the oath or declaration are 
not timely filed, an international application will become aban- 
doned as to the United States upon expiration of the time period 
set pursuant to paragraph (c) of this section. 


19. Section 1.495 is amended by removing paragraph (i) and 
——— paragraphs (a), (b), (), (d), e) and (h) to read as 
ollows: 


§ 1.495 Entering the national stage in the United States of 
America as an Elected Office. 


(a) Where the United States of America has been elected by 
the expiration of 19 months from the priority date, the applicant 
must fulfill the requirements of 35 U.S.C. 371 within the time 
periods set forth in paragraphs (b) and (c) of this section in order 
to prevent the abandonment of the international application as 
to the United States of America. International applications for 
which those requirements are timely fulfilled will enter the 
national stage and obtain an examination as to the patentability 
of the invention in the United States of America. 

(b) To avoid abandonment of the application the applicant 
shall furnish to the United States Patent and Trademark Office 
not later than the expiration of 30 months from the priority 
date: 

(1) a copy of the international application, unless it has been 
previously communicated by the International Bureau or unless 
it was originally filed in the United States Patent and Trademark 
Office; and 


(2) the basic national fee (see § 1.492(a)). 

The 30-month time limit may not be extended. 

(c) If applicant complies with paragraph (b) of this section 
before expiration of 30 months from the priority date but omits: 

(1) a translation of the international application, as filed, into 
the English language, if it was originally filed language (35 
U.S.C. 371(c)(2)) and/or 

(2) the oath in another or declaration of the inventor (35 
U.S.C. 371(c)(4); see § 1.497), applicant will be so notified 
and given a period of time within which to file the translation 
and/or oath or declaration in order to prevent abandonment of 
the application. The payment of the processing fee set forth in 
§ 1.492(f) is required for acceptance of an English translation 
later than the expiration of 30 months after the priority date. 
The payment of the surcharge set forth in § 1.492(e) is required 
for acceptance of the oath or declaration of the inventor later 
than the expiration of 30 months after the priority date. A copy 
of the notification mailed to applicant should accompany any 
response thereto submitted to the Office. 

(d) A copy of any amendments to the claims made under 
PCT Article 19, and a translation of those amendments into 
English, if they were made in another language, must be fur- 
nished not later than the expiration of 30 months from the 
priority date. Amendments under PCT Article 19 which are 
not received by the expiration of 30 months from the priority 
date will be considered to be cancelled. The 30-month time 
limit may not be extended. 

(e) A translation into English of any annexes to the interna- 
tional preliminary examination report, if the annexes were made 
in another language, must be furnished not later than the expira- 
tion of 30 months from the priority date. Translations of the 
annexes which are not received by the expiration of 30 months 
from the priority date may be submitted within any period set 
pursuant to paragraph (c) of this section accompanied by the 
processing fee set forth in § 1.492(f). Annexes for which transla- 
tions are not timely received will be considered cancelled. The 
30-month time limit may not be extended. 


*e eK 
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(h) An international application becomes abandoned as to 
the United States 30 months from the priority date if the require- 
ments of paragraph (b) of this section have not been complied 
with within 30 months from the priority date and the United 
States has been elected by the expiration of 19 months from 
the priority date. If the requirements of paragraph (b) of this 
section are complied with within 30 months from the priority 
date but any required translation of the international application 
as filed and/or the oath or declaration are not timely filed, an 
international application will become abandoned as to the 
United States upon expiration of the time period set pursuant 
to paragraph (c) of this section. 


20. Section 1.499 is revised to read as follows: 
§ 1.499 Unity of invention during the national stage. 


If the examiner finds that a national stage application lacks 
unity of invention under § 1.475, the examiner may in an Office 
action require the applicant in the response to that action to 
elect the invention to which the claims shall be restricted. Such 
requirement may be made before any action on the merits but 
may be made at any time before the final action at the discretion 
of the examiner. Review of any such requirement is provided 
under § 1.143 and 1.144. 


21. Section 1.821 is amended by revising paragraph (h) to read 
as follows: 


§ 1.821 Nucleotide and/or amino acid sequence disclosures 
in patent applications. 


eee * 


(h) If any of the requirements of paragraphs (b) through (f) 
of this section are not satisfied at the time of filing, in the 
United States Receiving Office, an international application 
under the Patent Cooperation Treaty (PCT), applicant has one 
month from the date of a notice which will be sent requiring 
compliance with the requirements, or such other time as may 
be set by the Commissioner, in which to comply. Any submis- 
sion in response to a requirement under this h must 
be accompanied by a statement that the submission does not 
include new matter or go beyond the disclosure in the interna- 
tional application as filed. Such a statement must be a verified 
statement if made by a person not registered to practice before 
the Office. If applicant fails to timely provide the required 

ter readable form, the United States International 
Searching Authority shall search only to the extent that a mean- 
ingful search can be performed. 


*e ee * 


22. The authority citation for 37 CFR Part 10 will continue to 
read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


23. Section 10.9 is amended by adding new paragraph (c) to 
read as follows: 


10.9 Limited recognition in patent cases. 


*e* ee * 


(c) An individual not registered under § 10.6 may, if 
appointed by applicant to do so, prosecute an international 
application only before the U.S. International Searching 
Authority and the U.S. International Preliminary Examining 
Authority, provided: the individual has the right to practice 
before the national office with which the international applica- 
tion is filed (PCT Art. 49, Rule 90 and § 1.455). 


DOUGLAS B. COMER 
Acting Assistant Secretary 
and Acting Commissioner 
of Patent and Trademarks 


Jan. 7, 1993 


[1147 OG 29] 
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(142) Information Disclosure Statements In PCT 
National Stage Applications 


The purpose of this notice is to announce a change in practice 
with regard to the need for applicants in a national stage aplica- 
tion to file an information disclosure statement with respect to 
documents cited in an international search report under certain 
circumstances. 

When an international application is filed under the Patent 
Cooperation Treaty (PCT), prior art documents may be cited 
by the examiner in the international search report and/or the 
international preliminary examination report. When a national 
stage application is filed under 35 U.S.C. 371, or a national 
application is filed under 35 U.S.C. 111 claiming benefit of the 
filing date of the international application, it is often desirable to 
have the examiner consider the documents cited in the interna- 
tional application when examining the national application. 

As a result of an agreement among the European Patent 
Office (EPO), Japanese Patent Office (JPO) and the United 
States Patent and Trademark Office (USPTO), copies of docu- 
ments cited in the international search report issued by any one 
of these International Searching Authority Offices generally 
are being sent to the other Offices when designated in the 
international application. Accordingly, in many national stage 
applications where the international search was conducted by 
the EPO, JPO, or USPTO, copies of the documents cited in the 
international search report are made available to the examiner in 
the national stage application. 

At this time, when all the requirements for a national stage 
application have been completed, applicant is notified (Form 
PCT/DO/EO/903) of the acceptance of the application under 
35 U.S.C. 371, including an itemized list of the items received. 
The itemized list includes an indication of whether a copy of 
the international search report and copies of the references cited 
therein are present in the national stage file. The examiner will 
consider the documents cited in the international search report, 
without any further action by applicant under 37 CFR 1.97 and 
1.98, when both the international search report and copies of 
the documents are indicated to be present in the national stage 
file. Otherwise, applicant must follow the procedures set forth 
in 37 CFR 1.97 and 1.98 in order to ensure that the examiner 
considers the documents cited in the international search report. 

This notice applies only to documents cited in the interna- 
tional search report relative to a national stage application filed 
under 35 U.S.C. 371. It does not apply to documents cited in 
an international preliminary examination report that are not 
cited in the search report. It does not apply to applications filed 
under 35 U.S.C. 111 claiming the benefit of an international 
application filing date. 

Practice relating to documents cited in a search report in an 
international application filed under the Patent Cooperation 
Treaty as set forth in § 609 of the Manual of Patent Examining 
Procedure will be modified in accordance with this notice. 


CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 
Office of the Assistant Commissioner for Patents 


Oct. 27, 1993 


[1156 OG 91] 


(143) Department of Commerce 


Patent and Trademark Office 


37 CFR Parts 1 and 10 
[Docket No. 950403086-5086-01] 
RIN 0651-AA72 


Revisions of Patent Cooperation Treaty Provisions 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice relating to applications filed 
under the Patent Cooperation Treaty (PCT) in accordance with 
revised regulations under the PCT. The changes will result in 
a procedure whereby international applications improperly filed 
with the United States Receiving Office (RO/US) will, for a 
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fee, be forwarded for processing to the International Bureau 
as Receiving Office. 
Effective Date: June 1, 1995 
For Further Information Contact: Charles Pearson at (703) 
308-6515. 
Supplementary Information: In a Notice of Rule- 
making published in the Federal Register at 59 FR 33707 (June 
30, 1994) and in the Patent and Trademark Office = 
Gazette at 1164 Off. Gaz. Pat. Office 77 (July 26, 1994), the 
Office proposed to amend several rules of practice in patent 
cases. Recent changes to the PCT Regulations include the 
addition of a new section (PCT Rule 19.4) which provides for 
transmittal of an international application to the International 
Bureau, acting in its capacity as Receiving Office, in certain 
instances. Under the regulations currently in effect, at least one 
= is required, on filing the international application in 
: the United States, to be a resident or national of the United 
tates. 

The practice under the revised PCT Regulations permits an 
international application filed with the United States Receiving 
Office to be forwarded to the International Bureau for pro- 
cessing in its capacity as a Receiving Office if the international 
application does not name an applicant who is indicated as 
being a U.S. resident or national, but names an applicant who 
is indicated as a resident or national of another PCT Contracting 
State or if the indication of residence or nationality of the 
applicant is missing. The Receiving Office of the International 
Bureau will consider the international application to be received 
as of the date accorded by the United States Receiving Office. 
This practice will avoid the loss of a filing date in those instances 
where the United States Receiving Office is not competent to 
act, but where the international application is filed by an appli- 
cant who is a national or resident of a PCT Contracting State. 
Where questions arise regarding residence and nationality, e.g., 
where residence and nationality are not clearly set forth, the 
application will be forwarded to the International Bureau as 
Receiving Office. If all applicants are indicated to be residents 
and nationals of non-PCT Contracting States, PCT Rule 19.4 
does not apply and the application is denied an international 
filing date. 


Discussion of Specific Rules 


Section 1.412(c)(6) is added to reflect that the United States 
Receiving Office, where it is not a competent Receiving Office 
under PCT Rule 19.1 or 19.2, could transmit the international 
application to the International Bureau for processing in its 

ity as a Receiving Office. 

Section 1.421(a) is amended to clarify that applications filed 
by applicants who are not residents or nationals of the United 
States, but who are residents or nationals of a PCT Contracting 
State or who indicate no residence or nationality, will, upon 
timely payment of the proper fee, be forwarded to the Interna- 
tional Bureau for processing in its capacity as a Receiving 
Offi 


ice. 

Section 1.445(a)(5) is added to establish a fee equivalent to 
the transmittal fee in paragraph (a)(1) of this section for trans- 
mittal of an international application to the International Bureau 
for precessing in its capacity as a Receiving Office. 

Section 10.9 is amended to add a new provision consistent 
with PCT Rule 90.1, clarifying that an attorney or agent having 
the right to practice before the International Bureau when acting 
as Receiving Office may represent the applicant before the 
USS. International Searching Authority o:'the U.S. International 
Preliminary Examining Authority. An individual who has the 
right to practice before the International Bureau when acting 
as Receiving Office, and who is not registered under § 10.6, 
may not prosecute patent applications in the national stage in 
the Office. 


Response to Comments on The Rules 


The comments received in response to theiotice of eet 
rulemaking have been given careful consideration. The 
ments and responses are discussed below. 

Comment: One comment was received which approved of 
the proposed rule changes but noted other aspects of the U.S. 
National Phase filing procedures that could be changed to make 
the PCT more user-friendly. 
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Response: The Office is interested in making the PCT more 
user-friendly. Amendments to §§ 1.494 and 1.495, which were 
effective on May 1, 1993, removed many of the differences in 
practice involving the filing of a regular U.S. application under 
35 U.S.C. 111 and the entry of the national stage under 35 
U.S.C. 371. These regulations now provide for a notice of 
missing requirements, similar to a notice under § 1.53(d), where 
a defective oath or declaration or a defective translation is filed. 


Comment: Regarding § —_ one comment suggested 
that the rule should be made consistent with PCT 
Rule 19.4(b) which provides for the transmittal of international 
applications to the International Bureau as Receiving Office 
“unless prescriptions concerning national security prevent the 
international application from being so transmitted” by incorpo- 
rating such language into the proposed rule. 

Response: The Office has adopted the suggestion and modi- 
fied the rule by incorporating the suggested language from PCT 
Rule 19.4(b) in the regulation. 

Comment: One comment regarding + 1.445(a)(5) mentioned 
that the word “competent” should be deleted because it is not 

“necessary and may be inaccurate” when no applicant in an 
international application is a “resident or national of a PCT 
Contracting State.” 


Response: The Office has adopted the suggestion and modi- 
fied the rule by deleting “competent” from § 1.445(a)(5). The 
second occurrence of the word “competent” has also been 


deleted from 37 CFR § 1.412(c)(6), for the same reasons. 


Comment: Regarding § 10. 9c), | there were a few comments 
which focus on the wording. S cally, one comment noted 
that the word “appointed” 1 is confusing because it is not clear 
if it includes “an officer or employee of a legal-entity patent 
applicant” in cases where the United States of America is not 
designated. An example was provided which noted “if the 
only applicant was XYZ Company, would the president of the 
Company be authorized to prosecute the application before the 
USPTO as an International Searching and Preliminary Exam- 
ining Authority? In countries permitting assignee filing it is 
normal for any authorized officer or employee of the company 
to be able to represent the company without regard as to whether 
he is authorized to practice as an agent or attorney before the 
patent office.” 

Response: The proposed regulation is sufficiently clear on 
this point. If a person has the authority to represent an applicant, 
either a legal entity applicant or a real person, before the Interna- 
tional Bureau as Receiving Office, then that person has the right 
to represent that applicant before the United States International 
Searching Authority and the United States International Prelim- 
inary Examining Authority. 

Comment: Another comment about Rule 10.9(c) is that the 
word “only” is overlimiting and should be deleted from the 
Rule because it excludes Article 19 amendments filed before 
the International Bureau. It was suggested that the Rule be 
changed as follows: --. . . prosecute an International Application 
before the United States Patent and Trademark Office acting 
as an International Searching or Preliminary examining 
Authority, . . .--. 

Response: The Office will not adopt the suggestion. The 
word “only” in the Rule signifies that such persons may not 

te an international application in the national stage 
before the USPTO. The rule is not meant to control who may 
practice before the International Bureau. Such a person would 
clearly be allowed to file Article 19 amendments with the 
International Bureau by virtue of PCT Rule 90.1(a) 


Comment: A final comment made about Rule 10.9(c) is that 
the last added is “too broad” because it does not recite 
who is entitled to act before the International Bureau. It was 
suggested that the rule should be changed to include the 
phrase --. . . for a national Office of a Contracting State of 
which an applicant is a resident or national-- at the end of the 
tule. 


Response: The Office has adopted the suggestion to the 
extent that an ——— reference to PCT Rule 83.1 has been 
inserted in the regulation. Since PCT Rule 83. ~ clearly sets 
forth who may practice before the International Bureau, it is not 
necessary to repeat that information here. Thus, the regulation 
clearly sets forth who may practice before the United States 
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International Searching and Preliminary Examining Authori- 
ties. 


Other Considerations: 


The rule changes are in conformity with the requirements 
of the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Execu- 
tive Order 12612, and the Paperwork Reduction Act of 1980, 
44U.S.C. 3501 et seq. These rule changes have been determined 
to be not significant for the purposes of Executive Order 12866. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
the rule changes will not have a significant economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)) , because the rules would affect only a 
small number of international applications and would provide 
more streamlined and simplified procedures for filing and pros- 
ecuting internaticnal applications under the PCT. 

The Office has also determined that these rule changes have 
no federalism implications affecting the relationship between 
the National government and the States as outlined in Executive 
Order 12612. 

These rule changes will not impose any additional burden 
under the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 
et seq. The paperwork burden imposed by adherence to the 
PCT is currently approved by the Office of Management and 
Budget under control number 0651-0021. 


List of Subjects 
37 CFR Part 1 
Administrative practice and procedure, Courts, Freedom of 


information, Inventions and patents, Reporting and record 
keeping requirements, Small businesses. 


37 CFR Part 10 

Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and record keeping requirements, 
Trademarks. 


For the reasons set forth in the preamble, 37 CFR Parts 1 
and 10 are amended to read as follows: 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.412 is amended by adding new paragraph (c)(6) 
to read as follows: 


§ 1.412 The United States Receiving Office. 


c*** 


(6) Reviewing and, where the United States Receiving Office 
is not the competent Receiving Office under § 1.421(a) and PCT 
Rule 19.1 or 19.2, transmitting the international application to 
the International Bureau for processing in its capacity as a 
Receiving Office unless prescriptions concerning national secu- 
rity prevent the application from being so transmitted (PCT 
Rule 19.4). 


3. Section 1.421 is amended by revising paragraph (a) to 
read as follows: 


§ 1.421 Applicant for International Application. 


(a) Only residents or nationals of the United States of 
America may file international applications in the United States 
Receiving Office. If an international application does not 
include an applicant who is indicated as being a resident or 
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national of the United States of America, and at least one 
applicant: 


(1) has indicated a residence or nationality in a PCT Con- 
tracting State, or 


(2) has no residence or nationality indicated; applicant will 
be so notified and, if the international application includes a 
fee amourt equivalent to that required by § 1.445(a)(5), the 
international application will be forwarded for processing to 
the International Bureau acting as a Receiving Office. (See 
also § 1.412(c)(6)). 


4. Section 1.445 is amended by adding new paragraph (a)(5) 
to read as follows: 


§ 1.445 International application filing, processing and 
search fees. 


(a) * * * 


(5) A fee equivalent to the transmittal fee in paragraph (a)(1) 
of this section for transmittal of an international application to 
the International Bureau for processing in its capacity as a 
Receiving Office (PCT Rule 19.4). 


*e KE * 


5. The authority citation for 37 CFR Part 10 would continue 
to read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


6. Section 10.9 is amended by revising paragraph (c) to read 
as follows: 
§ 10.9 Limited recognition in patent cases. 


(c) An individual not registered under § 10.6 may, if 
appointed by applicant to do so, prosecute an international 
application only before the U.S. International Searching 
Authority and the U.S. International Preliminary Examining 
Authority, provided: the individual has the right to practice 
before the national office with which the international applica- 
tion is filed (PCT Art. 49, Rule 90 and § 1.455) or before the 
International Bureau when acting as Receiving Office pursuant 
to PCT Rules 83.1" and 90.1. 


April 25, 1995 LAWRENCE J. GOFFNEY, JR. 
Acting Assistant Secretary of Commerce and 


Acting Commissioner of Patents and Trademarks 
[1175 OG 88] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 2 
[Docket No. 960828232-6294-02] 
RIN 0651-AA90 


Establishment of Recordal Fees Associated with the 
Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice to establish fees associated with recordation 
of insignia of manufacturers and private label distributors to 
ensure the traceability of a fastener to its manufacturer or private 
label distributor. This amendment is in accordance with the 
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provisions of the Fastener Quality Act. 15 U.S.C. 5401 et seq. 
Effective Date: November 25, 1996. 

For Further Information Contact: Lizbeth Kulick by telephone 
at (703) 308-8900, or by fax at (703) 308-7220, or by mail 
marked to her attention and addressed to the Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia, 
22202-3513. 

Supplementary Information: On August 17, 1992, the Depart- 
ment of Commerce issued a notice of proposed rulemaking to 
implement the Fastener Quality Act (Act). 57 FR 37032. In 
that notice, the PTO was identified as the Office within the 
Commerce Department with the responsibility for recording 
the fastener insignia of manufacturers and private label distribu- 
tors as required by Section 8 of the Act. 57 FR 37033-35, 
August 17, 1992. The notice that the costs of recording 
ye be recovered by user fees. 57 FR 37035-36, August 

The PTO must publish a notice in the Federal Register of 
any change of its fees at least 30 days before the effective date 
thereof. 15 U.S.C. 1113(a). On September 17, 1996, a notice 
of proposed rulemaking was published in the Federal Register, 
at 61 FR 48872-73, to announce three proposed fees of twenty 
dollars each, to recover costs associated with the insignia 
recordal program. The PTO has received no comments 
regarding the proposed fees. 

Additionally, the September 17th notice proposed to remove 
two rules from Part 2, 37 C.F.R. 2.53 and 2.189, because 
they were deemed not administratively necessary. Section 2.53 
specifies the manner in which drawings must be transmitted. 
Section 2.189 simply states the Office’s policy on publishing 
amendments to the rules. This policy is not changing, but will 
no longer be stated as a rule. No comments were received on 

proposed removal of the two rules. 
Other Considerations 

This rule is not significant for the purposes of Executive 
Order 12866. The Office of Management and Budget approved 
the information collections required by this rule on October 1, 
1996 (OMB number 0651-0028). This clearance expires 
October 31, 1999. The affected public is manufacturers and 
private label distributors of certain types of industrial fasteners. 
The estimated average number of responses is six hundred. 
The estimated time per response is ten minutes, so the estimated 
total annual burden is one hundred hours. The collected infor- 
mation is needed to ensure that a fastener can be traced to its 
manufacturer or private label distributor. 

Notwithstanding any other provision of law, no person is 
required to respond to, nor shall a person be subject to a penalty 
for failure to comply with, a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
Control Number. 

This fee does not require notice and comment under 
5 U.S.C. 553 or any other statute, so no analysis or certification 
is required trader 5 U.S.C. 603(a). 


List of Subjects in 37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


For the reasons set out in the preamble, 37 CFR Part 2 is 
amended as set forth below. 


PART 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


1. The authority citation for part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


2. Section 2.7 is added to read as follows: 
§ 2.7 Fastener Recordal Fees 


(a) Application fee for recordal of insignia 
(b) Renewal of insignia recordal 
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(c) Surcharge for late renewal of insignia recordal 


§ : 53 ee 
Section 2.53 is removed. 


§ 2.189 [Removed] 

4. Section 2.189 and the undesignated center heading 
“Amendment of Rules” are removed. 
October 23, 1996 BRUCE A LEHMAN 

Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1192 OG 19} 


(145) Reengineering The Patent Process 


The U.S. Patent and Trademark Office (PTO) began a long 
term effort to reengineer the patent process in March of 1995, 
responsive to customer requests for greater flexibility, and 
accelerated by the presidential mandates of the National Perfor- 
mance Review. The major goals of the project are to increase 
the quality of examination, reduce internal processing time, 
enhance customer satisfaction and improve employee morale. 

Over 150 employees from throughout the patent examining 
corps and support areas participated in the development of a 
new concept of operations. This high level description of the 

reengineered patent process was completed in September of 
1995. A major effort is now underway to plan for the transition 
from current practices to those envisioned in the concept of 
operations. 

A necessary —_ of planning for the transition to the reengin- 
eered process is to prototype/pilot the changes to 
determine their effectiveness and their contribution to the real- 
ization of PTO goals. A number of immediate initiatives have 
been identified for prototyping/piloting in the upcoming 
months. Several of these prototypes/pilots will involve the par- 
ticipation of patent process customers. As these immediate 
initiatives develop, additional Official Gazette notices will be 
published containing further details about the initiative and 
instructions for customers who may be participating in the 
prototype/pilot or may be affected by it. 

As the reengineering effort unfolds in the future, it is expected 
that many new practices and procedures will be prototyped/ 
piloted. As our customers, your participation, and your feed- 
back, are welcomed. 


Point of Contact for this Notice: 


Name: Terri Davis 
Telephone number: (703) 306-3104 
Fax number: (703) 308-5192 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


May 10, 1996 


[1187 OG 37] 


(146) International Classification Designations 


for U.S. Design Patents: 


As part of the extensive re-engineering initiative proposed 
ee a ee 
patent bibliographic data, a Locarno International Classification 
will be included on U.S. Design Patents to supplement the 
bg States Design Patent Classification effective June 30, 
1 


This addition will enhance quality of service to both internal 
and external customers as follows: The Locarno International 
Classification designation will aid Patent and Trademark Office 
personnel and the public by increasing on-line information 
access to foreign documents and facilitating accessibility of 
U.S. Design Patents in foreign search files as well as electronic 
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data bases that rely upon the Locarno System of Classification 
for Industrial Designs. 

Any questions, comments or suggestions rm wy be = 
notice should be directed to Charles A. Rademaker, Des: 
Patent Classification/International Classification, (703) 308. 
7988, CM2-300. 


May 3, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
[1186 OG 98] 


(147) Prototype for Examination in 
an Electronic Environmen 


t 


In an effort to support the re-engineering of the patent process 
at the U.S. Patent and Trademark Office (PTO), the PTO is 
implementing a limited electronic processing and 
examination system. Effective immediately, a special box will 
be established for filing of correspondence related to this proto- 
type. Additionally, for purposes of this prototype only, the 
requirement of 37 CFR 1.4) that correspondence must be 
signed in permanent ink is waived under 37 CFR 1.183 only 
to the extent that it will be permissible for a person to place 
“Is?” on the a line of an electronic document as the 
original signature. The requirement of 37 CFR 1.4(d) that the 
original signature amemahy e., “/s/”) be personally signed by that person 
is not waived by this notice. The printing of that electronic 
document by PTO personnel will result in “/s/’ being printed 
on the signature line of the paper copy which is placed in the 
official paper file wrapper. Patent process customers whose 
participation in this prototype is solicited by the PTO will be 
So notified by separate letter, including detailed instructions 

regarding prototype participation requirements. 


Point of Contact for this Notice: 


Name: Gerald Goldberg 
Telephone number: (703) 308-5443 


Fax number: (703) 305-3588 


May 10, 1996 EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 


for Patents 


[1187 OG 36] 


(148) Patent Assistance Center 

In an effort to support the reengineering of the patent process 
at the Patent and Trademark Office (PTO) (see Official Gazette 
Notice entitled “Reengineering the Patent Process” at 1187 Off: 
Gaz. Pat. Office 37 (June 11, 1996)), the PTO is piloting a 
Patent Assistance Center to provide enhanced telephone service 
to patent customers. This pilot is the PTO’s first step toward 
providing a “one-stop service.” During the pilot, the Patent 
Assistance Center will be housed within the current General 
Information Services Division (GISD) located in Crystal Plaza 
3, Room 2C02. Questions and inquires regarding technical 
assistance on patent applications that are beyond the scope/ 
purview of the General Information Services Division will be 
answered by the Patent Assistance Center. Questions specific 
to a pending patent application will be directed to the assigned 
examiner. The Patent Assistance Center will be staffed by a 
highly qualified, experienced, and customer friendly personnel. 
Customers may contact the Patent Assistance Center from 8:30 
a.m. to 5:00 p.m. EST by dialing GISD at 1-800 PTO-9199 
or (703) 308-HELP. 

The Patent Assistance Center will utilize a state-of-the-art 
telecommunications/PC integration system. This system will 
be used to gather data on customers’ most frequently asked 
questions. These questions will be analyzed and an informa- 
tional database will be reacge phy to quickly provide answers. 
Customer Feedback be randomly sent to callers 
requesting feedback on ale outage with the products and 
services received. 


OFFICIAL GAZETTE 


Point of Contact for this Notice: 


Name: Stuart S. Levy 

Telephone Number: (703) 308-1295 

Fax Number: (703) 305-3594 

June 6, 1996 FRED SCHMIDT, Director 

Office of —— Planning and 
Patent Reengineering 


[1188 OG 124] 


(149) Customer Feedback Card 
In an effort to support the reengineering of the patent process 

at the Patent and Trademark Office (PTO) (see Official Gazette 
Notice entitled “Reengineering the Patent Process” at 1187 Off. 
Gaz. Pat. Office 37 (June 11, 1996)), the PTO is piloting a 
Customer Feedback Card to measure customer satisfaction on 
peng Patent Reengineering projects. The Customer Feedback 
Card prototype is intended to be a universal tool for gathering 
customer comments and is designed to promote a high-level 
response rate and encourage customer participation. The initial 
will be used during the upcoming months to gather 
customer feedback concerning the Patent Assistance Center. 
Customers will be randomly selected to anonymously provide 
feedback on their satisfaction with PTO’s products and services. 


Point of Contact for this Notice: 


Name: Stuart S. Levy 

Telephone Number: (703) 308-1295 

Fax Number: (703) 305-3594 

June 5, 1996 FRED SCHMIDT, Director 

Office of Strategic Planning and 
Patent Reengineering 


[1188 OG 125] 


(150) Training Materials on the Final Utility 


Examination Guidelines are Available 


Copies of materials developed to train Examiners on how 
to apply the Final Utility guidelines are now available to the 
public. 

On January 3, 1995 the Patent and Trademark Office (PTO) 
published in the Federal Register (60 FR 97) proposed utility 
examination guidelines establishing the policies and procedures 
to be followed by Examiners when examining applications for 
compliance with the utility requirement of 35 U.S.C. § 101. 
Comments from interested members of the public were 
requested at that time. On July 14, 1995 the PTO published in 
the Federal Register (60 FR 36263) the final version of the 
guidelines to be used by Office personnel in their review of 
patent applications for compliance with the utility requirement 
of 35 U.S.C. § 101 and 35 U.S.C. § 112, first paragraph. 

Training materials to supplement the Legal Analysis and 
Utility Examination Guidelines are now available. The training 
materials include a brief synopsis designed to give quick generic 
guidance with regard to the most common situations where a 
question of utility under 35 U.S.C. § 101 and 35 U.S.C. § 112, 
first paragraph might arise. Examples which are frequent in 
the examining groups are presented for each of the six categories 
identified and have been drafted as raising various questions 
concerning the utility examination guidelines. 

Requests for paper copies submitted by mail should be 

to the Commissioner of Patents and Trademarks, 
marked to the attention of Jeff Kushan, Box 4, Patent and 
Trademark Office, Washington, D.C. 20231. Requests in person 
may be submitted in Room 902, Two Crystal Park, 2121 Crystal 
Drive, Arlington, Virginia. Requests may also be submitted by 
telephone at (703) 305-9300 and by telefax at (703) 305-8885. 

The training materials are available for retrieval from the 
Internet (address: www.uspto.gov) or File Transfer Protocol 
(address: ftp.uspto.gov). This material can also be accessed on 
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the PTO Bulletin Board System at (703) 305-8950 by using a 
computer with a modem and telecommunication software set 
at any speed from 1200 to 9600 baud, 8 character wt no 
parity, and | start/stop bit. 


4 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


August 4, 1995 


[1177 OG 171] 


(151) Patent Examiner Legal Training 

In a notice which first appeared in the Official Gazette dated 
April 25, 1995 (1173 OG 426), the Patent and Trademark Office 
(PTO) set forth its intention to establish a Juris Masters (JM) 
Program to improve the legal competency of its patent profes- 
sionals. That notice described the Program concept and 
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requested public comment. In response to the notice, a total of 
four (4) written comments were received. 

Based upon the comments received, PTO has determined 
that a legal studies program consisting of 6 or 7 core law school 
courses such as contracts, evidence and constitutional law 
should be offered as part of a JM Program. Consequently, 
the PTO has entered into an interagency agreement with the 
Department of Agriculture Graduate School (hereafter USDA) 
to arrange for an accredited law school to teach the courses 
and administer the JM Program. 

Any accredited law school interested in participating in the 
Program or seeking further information should contact John 
Wells of the USDA Graduate School at (703) 308-5306 no 
later than October 31, 1995. 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


[1179 OG 56} 





TRADEMARK APPLICATION 
EXAMINATION AND CONTENT 


(152) Interviews Involving Trademark Application 


Interviews frequently result in a better understanding of the 
issues involved, shorten the prosecution and facilitate disposal 
of applications. 

Interviews for discussion of registrability of the mark of a 
pending application will not be had before the first official 
Office action thereon and ordinarily not before filing the first 
response. Arrangements for an interview should be made in 
advance so that the Examiner may review the case and be 
familiar with the details involved. 

Interviews on Friday will no longer be prohibited as a matter 
of policy but all interviews should be set at a time satisfactory 
to all parties concerned. 

A memorandum summarizing the conclusions reached at the 
interview should be prepared by the Examiner and placed in 
the application file. The memorandum will be retained in the 
application file until the prosecution is completed. Such proce- 
dure will not, however, relieve the applicant of the responsibility 
of complying with the requirements of Trademark Rule 2.62. 


HORACE B. FAY, JR. 
Assistant Commissioner 
of Patents 


July 6, 1964 


This supersedes the notice of Feb. 10, 1958. (728 O.G. TM 1) 
[804 O.G. TM 147] 


(153) Trademark Examining Procedure for 
Amended Applications; Reporting Oldest 


Dates of Amended Trademark Applications 


Effective immediately, the order in which amendments to 
trademark applications are examined is changed. Previously, 
Examiners have usually acted on amended cases in order of 
filing date of the application which the amendment concerned, 
i.e., amended cases with the oldest filing date were examined 
first. Under the new procedure, amended cases will normally 
be examined in the order in which the amendment or other 
response is received, i.e., amendments that are received first 
will normally be examined first. 

Effective with this issue of the Official Gazette (Trademark 
Section) in order to reflect more accurately the condition of 
division dockets, the column reporting the date of the oldest 
amended application in each division has been changed to 
indicate the date of receipt of the oldest filed amendment. Under 
this new method of reporting the oldest date of receipt of a 
filed amendment upon which no action has been taken by an 
Examiner will be indicated for each division of the Trademark 
Examining Operation. 


July 15, 1971 RENE D. TEGTMEYER 
Assistant Commissioner 


[889 O.G. TM 6] 


(154) Trademark Office Actions 
Effective immediately Applicants or their attorneys will be 
provided with only one carbon copy of any office action, and 
the mailing of an additional carbon copy will be discontinued. 
This change is consistent with the current practice in the 
patent examining operations and should result in greater effi- 
ciency in the preparation and mailing of office actions. 


ROBERT GOTTSCHALK 
Commissioner of Patents 


Feb. 7, 1972 


[895 O.G. TM 238] 
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Petition to Make Trademark 
Applications Special 


The-practice of expediting the prosecution of new trademark 
applications on request of the applicant (accelerated prose- 
cution) was rescinded, effective Aug. 1, 1971 (36 F.R. 13231, 
July 16, 1971; 825 O.G. 2). This action was taken after a careful 
study of the practice, including a recommendation of the Public 
Advisory Committee for Trademark Affairs that the Patent 
Office terminate accelerated prosecution of trademark applica- 
tions. The study considered both the effect of the procedure 
on the workload of the Trademark Operations and the broader 
interest of examining trademark applications in an order which 
is equitable to all applicants. 

Since the termination of this practice, the Office has experi- 
enced some increase in the number of petitions requesting the 
Commissioner to invoke his supervisory authority pursuant to 
Rule 2.146 in order to advance the examination of applications 
out of their regular order. This was to be expected since appli- 
cants who might have been able to show special circumstances 
entitling them to advanced examination could previously 
achieve this special treatment without resorting to a petition. 
However, some of the petitions now being received are not 
considered sufficient to justify the extraordinary relief of 
invoking the supervisory authority of the Commissioner for 
the purpose of advancing the applications out of their regular 
order. 

In particular, a number of such petitions have been based 
on the ground that the applicant is about to embark on an 
advertising campaign or to commit advertising or promotional 
expenditures in which the mark applied for is material. Such 
a ground is not considered to constitute appropriate circum- 
stances justifying the advancement of the application out of its 
regular turn and the petitions based on such ground have been 
and will continue to be denied. The principal reason for the 
denial is that these circumstances are applicable to a substantial 
portion of the trademark applications filed in the Patent Office. 
The supervisory authority of the Commissioner should be exer- 
cised only where an extraordinary reason for such action has 
been disclosed. See Anderson & Dyer v. Lewry, 89 O.G. 1861, 
1899 C.D. 230, and Wilputte v. Van Ackeren, 103 USPQ 235. 
Thus, the extraordinary remedy of invoking the supervisory 
authority of the Conumissioner is not considered appropriate 
under these circumstances. 

In the interest of equitable treatment of all applicants, the 
policy of the Office in granting such petitions will be restricted 
to those cases in which particular and very special circum- 
stances exist, such as a demonstrable possibility of loss of 
substantial rights, rather than circumstances which would be 
equally applicable to a large number of other applicants for 
trademark registration. 


(155) 


ROBERT GOTTSCHALK 
Commissioner of Patents 


Mar. 13, 1972 


[897 O.G. TM 2] 


(156) Title 37-Patents, Trademarks, 


and Copyrights 


Chapter I-Patent Office, Department of Commerce 


Parts 2 and 6-Rules of Practice in Trademark Cases 
International Trademark Classification 


A proposal was published at 37 F.R. 6404 to revise § 6.1 
of the Rules of Practice in Trademark Cases. The Patent Office 
proposed to establish the “International Classification of Goods 
and Services to Which Trademarks Are Applied” (the subject 
of the “Nice Agreement Concerning the International Classifi- 
cation of Goods and Services for the Purposes of the Registra- 
tion of Marks” of 1957, as revised at Stockholm on July 14, 
1967) as the primary classification of goods and services for 
registration of trademarks and service marks. Pursuant to the 
Notice, written comments have been received, and a public 
hearing was held on June 14, 1972. Full consideration has been 
given to all matter presented, and changes in the text of the 
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original proposal have been made in view thereof. It has been 
determined that adoption of the international classification 
system is desirable. 

The Patent Office has studied the international classification 
and, since Mar. 5, 1968, has indicated the appropriate interna- 
tional class in all publications-and on all issued registrations and 
renewals as a subsidiary classification. Based on this experience 
and the comments received, it is now believed that adoption of 
the international schedule as the primary classification’system is 
desirable. The: international system is easier to administer 
because of fewer classes of goods and: the availability of an 
alphabetical listing of goods and services. 

The Nice Agreement provides for an International Committee 
of Experts whose objective is to keep the classification current. 
The classification of specific goods and services is set forth in 
the Alphabetical List entitled “International Classification of 
Goods and Services to Which Trademarks Are Applied” (pub- 
lished by the World Intellectual. Property Organization): In 
addition, the International Trademark Classification List con- 
tains the names of the classes setting forth the basic contents 
of each class. The Alphabetical List also comprises-explanatory 
notes which serve as guidelines for determining the appropriate 
international class for a specific product or service. 

The alphabetical listing within the International Trademark 
Classification Manual is currently used by the Office as a 
guideline for determining the degree of particularity of identifi- 
cation of goods. See “Identification of Goods and Services in 
Trademark Applications,” 36 F.R. 13232; July 16, 1971. 

Applications for registrations filed on or after Sept. 1, 1973, 
and registrations issuing thereon, will be classified according 
to the international classification set forth in the new.§ 6.1. 
Accordingly, the international classification is adopted under 
Section 30 of the Trademark Act of all purposes under the 
statute and rules; and, therefore, will be the criterion for deter- 
mining, inter alia, fees. 

Applications for the registration of marks filed on or before 
Aug. 31, 1973, appeals or petitions to revive or oppositions 
filed in connection with said applications, and affidavits, 
renewals and petitions for cancellation filed in connection with 
registrations issuing thereon, will continue to be processed 
under the classification system existing at the time the mark 
was registered. 

All applications which are published and registrations which 
are issued will carry both the appropriate international classifi- 
cation and existing U.S. classification number. 

An insufficient fee, in connection with an appeal or opposi- 
tion on any application or in connection with an affidavit or 
renewal filed in connection with any registration, will not render 
the same unacceptable, if the proper fee is submitted within a 
time limit set forth in a notification of the defect, providing 
the proper fee for at least one class has been originally submitted 
within the applicable time limit. This will be the case even if 
the full fee is not received within the sixth year in the case of 
an affidavit filed under Section 8 or before the end of the 
twentieth year, including the grace period, in the case of renewal 
applications, or within the six-month statutory response period 
in the case of'an appeal, or within. the thirty-day opposition 
period, or any extension thereof:in:the case of the filing of an 
opposition. 

The existing classification system will continue to be used 
for searching registered and pending marks until all documents 
in the search file are organized on the basis of the international 
system of classification. Until this changeover is effected, the 
U.S. class designation will continue to be printed on all pub- 
lished applications and registrations issued under the existing 
or the international classification system to facilitate searching 
on the basis of the existing U.S. system of classification. 

Until all applications filed on or before Aug. 31, 1973, have 
been disposed of, the trademark sections of the Official Gazette, 
which are organized by class, will include two sections: one 
for applications published or registrations issued on the basis 
of applications filed on or before Aug. 31, 1973, organized by 
class according to the U.S. schedule of classes; the other section 
for applications published or registrations issued on the basis 
of applications filed on or after Sept. 1, 1973, organized by 
class according to the new international schedule. 

Certification marks and collective membership marks will 
continue to be classified as set forth in redesignated §§ 6.3 and 
6.4. 
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Efforts will be made to have the International Trademark 
Classification List printed by the Government Printing Office or 
otherwise assure the availability of the List from local sources. 
Notification will appear in the Official Gazette when the List 
+ gy from local sources of the Government Printing 

ice. 

The English edition of the “International Classification of 
Goods and Services to Which Trademarks Are Applied” can 
presently be ordered from: 


Sales Branch, The Patent Office, Block C 
Station Square House, St. Mary Cray 
Orpington, Kent, England 


Certain modifications and additions to the international trade- 
mark classification have been published as supplements and 
are also available from the British Office. In addition; and 
inasmuch as the World Intellectual Property Organization 
(WIPO) has issued the List in several languages, it is anticipated 
that an English version will be published by that organization. 

We have been advised by the Patent Office of the United 
Kingdom that the only acceptable methods of payment for the 
International Trademark Classification List are by International 
Postal Money Order or by banker’s draft payable in sterling 
and drawn on a bank in the United Kingdom. 


* ee * 


ROBERT GOTTSCHALK 


May 14, 1973 
Commissioner of Patents 


BETSY ANCKER-JOHNSON 
Assistant Secretary for 
Science and Technology 


Published in 38 F.R. 41681, June 4, 1973 
[911 O.G. TM 210] 
(Note: Rule 2.85 (Classification schedules) was revised and 
Rule 6.1 (International schedule of classes of goods and ser- 


vices) was established as of September 1, 1973 by this notice: 
prior U.S. schedule of classes was redesignated as Rule 6.2.) 


(157) 


Wording In Verification or Declaration of 
Trademark Application 


Applicants and attorneys are requested to use the following 
wording in the part of the verification or declaration of the 
trademark application which indicates the signer’s belief that 
the mark applied for does not resemble another person’s mark: 


—that no other person, firm, corporation, or association, 
to the best of his knowledge and belief, has the right to 
use such mark in commerce either in the identical form 
thereof or in such near resemblance thereto as to be likely 
when applied to the goods of such other person, to cause 
confusion, or cause likely, mistake, or to deceive: — 


The wording emphasized conforms to the language of both 
Sections 1(a)(1) and 2(d) of the Trademark Act of 1946. 

Some applicants and attorneys, instead of using the wording 
emphasized above, are still using the now obsolete wording 
“as might be calculated to deceive” which was promulgated 
in the forms under the Trademark Act of 1905 and inadvertently 
continued by the Act of 1946 up to October 1962 in Section 
1(a)(1) and in the forms connected with the Act. Section 1(a)(1) 
of the 1946 Act was amended by Act of October 9, 1962 (Public 
Law 772, 87th Congress, 76 Stat. 769) to conform it to the 
language of Section 2(d) of the 1946 Act, since the language 
of Section 2(d) reflects the thinking at the time the 1946 Act 
was written. The wording of the trademark forms for the 1946 
Act has also been amended appropriately. 

It is desirable that proper wording be used. However, since 
the differences in wording referred to above are considered to 
be differences of form rather than of substance. Examiners will 
not require new verifications or declarations. When the obsolete 
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wording is observed and a letter is to be written for other 
reasons, Examiners will at that time call attention to the fact 
that the wording is obsolete and should be modified in applica- 
tions in the future. 


RENE D. TEGTMEYER 
Assistant Commissioner 
for Trademarks 


Mar. 25, 1974 


[921 O.G. TM 186] 


(158) Standardized Disclaimers 

Beginning with the Nov. 9, 1982 issue of the Official Gazette, 
disclaimers in marks published for opposition and in those 
registered on the Supplemental Register will be printed in a 
standardized form, regardless of the text submitted. Certificates 
of registration for marks issued on the Supplemental Register 
will also contain the standardized disclaimer as of that date. 
Certificates of registration for marks issued on the Principal 
Register will contain the uniform statement beginning Feb. 1, 
1983. The disclaimed matter will be taken from the disclaimer 
of record and inserted into a standardized disclaimer for printing 
and data base purposes. The new disclaimer text will take the 
following form: 


No claim is made to the exclusive right to use 
apart from the mark as shown. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Aug. 30, 1982 


[1022 TMOG 44] 


(159) Trademark “Revivals” and “Reinstatements” 


It would be of great assistance to the Office if the heading 
or caption of “Petitions to Revive” or “Requests for Reinstate- 
ment” of abandoned trademark applications carried the fol- 
lowing identifying data: 


1. Address Paper to the Attention of: 
Office of Director, Trademark Examining Operation 
2. Serial Number 
3. Mark 
4. Applicant’s Name 
5. A title indicating the nature of the paper 


Use of this heading for “Petitions to Revive” or “Requests 
for Reinstatement” of abandoned trademark applications will 
help ensure that the papers are promptly routed to the proper 
Office, which will prevent needless delay in its consideration. 


MARK M. NEWMAN 
Director, Trademark 
Examining Operation 


Aug. 13, 1984 


[1046 TMOG 13] 


(160) T-Search Printouts as Section 2(d) References 


As part of its ongoing automation program, the PTO is 
pleased to announce that on or about July 1, 1986, Trademark 
Examining Attorneys will use the automated Trademark search 
system (T-Search) exclusively for searching word marks. The 
Examining Attorneys will use computer printouts to advise 
applicants about Section 2(d) references. The printouts will 
include computer-generated facsimiles of the drawing where 
appropriate. The printouts will be used for word marks, whether 
the word is depicted in a typed drawing or in stylized form. 
Photocopies of certificates of registration will continue to be 
used for design marks. 


OFFICIAL GAZETTE 
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The Patent and Trademark Office, in consultation with the 
Public Advisory Committee for Trademark Affairs, has estab- 
lished accuracy standards for the computerized data. Data ele- 
ments which are not essential for examiner searching are being 
systematically checked and corrected. The following data ele- 
ments which are essential for examiner searching purposes are 
essentially complete: 


MARK 

SERIAL NUMBER 
REGISTRATION NUMBER 
FILING DATE 
REGISTRATION DATE 
GOODS AND SERVICES 
INTERNATIONAL CLASS 
U.S. CLASS 


FP SO A fer 


Subject to the above caveat, the printouts will contain all 
the information that appears on the certificate of registration 
with one exception. If an application for registration was based 
on Section 44, 15 U.S.C. 1126, the printout will indicate that 
the registration or application was filed under the provisions 
of Section 44 (using the notation “SECT 44”). The printout 
will also show the priority date if the application was filed 
under the provisions of Section 44(d). However, it will not 
indicate the country or certificate number of the foreign registra- 
tion on which the U.S. registration was based. 

The printouts will also contain additional registration infor- 
mation which was not provided under the non-automated 
system, as follows: 


A. Change in registration—This will indicate that a registra- 
tion was changed after registration, such as by an amend- 
ment of the mark or identification of goods/services. The 
current information will be displayed in the printout. 


B. Affidavits—This indicates that a Section 8 affidavit of 
continued use was accepted, that a Section 15 affidavit of 
incontestability was acknowledged, or that a mark was 
republished under the provisions of Section 12(c). 


C. Renewals—Applicable renewal information, such as “Ist 
Renewal” or “2nd Renewal” will be shown. 


D. Owner—In addition to listing the original registrant, the 
last known owner, as the change of ownership is acknowl- 
edged by the Office by virtue of examining an affidavit 
or renewal, will be included. 


The following provides an explanation of the terms/symbols 
used in the printout: 


1. Goods or services appearing in double parentheses “(( ))” 
were not included in a Section 15 affidavit. 

2. Goods or services appearing in brackets “[ ]” were deleted 
after registration by amendment, correction, restriction or 
at the time of renewal. 

3. Dates will appear as year, month and day. For example, 
June 20, 1983 will appear as 1983.06.20. 

4. Goods and services will be indicated with the international 
class (IC), the prior U.S. classification (US), the identifica- 
tion, date of first use and date of first use in commerce. 

. Registrants (OWNER) will be listed showing the owner’s 
name, entity designation (e.g., individual, partnership, cor- 
poration), country of citizenship or state or country of 
incorporation, and address. 

. Pseudo mark—This material is merely a search aid and 
has no bearing on the registration information. 

. Design search code—This is also merely an aid for compu- 
terized searching of design marks, by which a number is 
assigned to describe a particular design element. It has no 
bearing on the registration information. 

. Mark drawing code—This indicates the appearance of the 
mark, and again is not part of the registration data. There 
are six mark drawing codes. 

1—typed drawing 
2—design only 
3—words, letters and/or numbers and design 
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An example of a computer printout and a facsimile of a 
stylized word mark follow. 


JANUARY 7, 1997 


4—words, letters and/or number in block form (block 
letters; not typed drawing) 
5—words, letters and/or numbers in a stylized form 
6—sound marks MARGARET M. LAURENCE 
Assistant Commissioner 


for Trademarks 


June 23, 1986 


Cocument { of 
WORD MAE r: 
TRANELAT ION 


FO 135476 /Rt, cn 

LINSA ADR ANS 

THE WOPOS “LINEA ADRIANO 198 THE MARY MAY BE 
TRANSLATES INTC ENGLISCH AS “LINE WADRIANS 

iC 625; US 039: © & S: ARTICLES OF CLOTHING 
FOS MEN, NAMELY JACKETS. COATS, SUITS, 
TROUSERS, JUMPEPS, SHIRTS AND TIES 

42) WORDS, LETTEES, ANE /OS Nuveest srl 
STYLIZED FORM 

73-42€959 


SCCOS AND SERVICES 


MARK CRAWING CODE 


fCRIAL NUeMEER 


FiLiniG GATE 

CHANGE IN REGISTRATION 
REGISTRATION NUMSER 
RESISTRATION DATE 
OWNER NAME ANO ADDRESS 


1993.10.96 

CHANGE IN REGISTSATION HAS OLCLIQFED 

135176 

1925.67.29 

(REGISTRANT) PITEX AG KLEICERFABRIK TOPS INGEN 


ZORPCRKATION SWITZERLAND FUNKENCSTRASSE 106 
ZOF INGEN ASAGAU SWITZERLAND 

SECT 44 

1923.06.29 

NO CLAIM 1S MACE TO THE EXCLUSIVE RIGHT TO 
USE "LINEA" APAST SROM THE MARK AS SHOWN 
YFE OF tALRY TRADSAARK 

Bo PRINCIPAL 


[1068 TMOG 7] 


SECTION £4 INDICATOR 
TORE ICH PRIGKITY DATES 
DIECLAIMES 


THE PAPER AND INK USED IN THE ORIGINAL PUBLICATION 
MAY AFFECT THE QUALITY OF THE MICROFORM EDITION. 
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(161) Nonregistrability of Misleading Geographic 
Indications—Amendment of the Trademark Act 
by the North American Free Trade 
Agreement Implementation Act 


Article 1712 of the North American Free Trade Agreement 
(NAFTA) requires the United States, Canada and Mexico to 
prohibit the use or Trademark registration of geographical indi- 
cations in connection with goods that do not originate in the 
indicated territory, region or locality, if the public would be 
misled as to the geographical origin of the goods.1 

President Clinton signed the “North American Free Trade 
Agreement Implementation Act,” Public Law 103-182, 107 
Stat. 2057, on Dec. 8, 1993. The legislation. amending Sections 
2(e), 2(f) and 23(a) of the Trademark Act, applies to applications 
filed on or after Dec. 8, 1993, and took effect on Jan. 1, 1994. 
The Act, entitled “An Act to provide for the registration and 
protection of trademarks in commerce, to carry out the provis- 
ions of certain international conventions, and for other pur- 
poses,” approved July 5, 1946, commonly referred to as the 
Trademark Act of 1946, has been amended as indicated. 
Amendments are shown in italics: 


I. Subsection 2(e) (15 U.S.C. 1052(e)): 


“(e) Consists of a mark which (1) when used on or in connec- 
tion with the goods of the applicant is merely descriptive or 
deceptively misdescriptive of them, (2) when used on or in 
connection with the goods of the applicant is primarily geo- 
graphically descriptive of them, except as indications of 
regional origin may be registrable under section 4, (3) when 
used on or in connection with the goods of the applicant is 
primarily geographically deceptively misdescriptive of them, 
or (4) is primarily merely a surname.” 


II. Subsection (f) (15 U.S.C. 1052(f)): 


“(f) Except as expressly excluded in paragraphs (a), (b), (c), 
(d), and (e)(3) of this section, nothing herein shall prevent the 
registration of a mark used by the applicant which has become 
distinctive of the applicant’s goods in commerce. The Commis- 
sioner may accept as prima facie evidence that the mark has 
become distinctive, as used on or in connection with the appli- 
cant’s goods in commerce, proof of substantially exclusive and 
continuous use thereof as a mark by the applicant in commerce 
for the five years before the date on which the claim of distinc- 
tiveness is made. Nothing in this section shall prevent the 
registration of a mark which, when used on or in connection 
with the goods of the goods of the applicant, is primarily 
geographically deceptively misdescriptive of them, and which 
became distinctive of the applicant’s goods in commerce before 
the date of the enactment of the North American Free Trade 
Agreement Implementation Act.” 


Ill. Section 23(a(15 U.S.C 1091(a)): 


“(a) In addition to the principle register, the Commissioner 
shall keep a continuation of the register provided in paragraph 
(b) of section 1 of the Act of March 19, 1920, entitled “An 
Act to give effect to certain provisions of the convention for 
the protection of trademarks and commercial names, made and 
signed in the city of Buenos Aires, in the Argentine Republic, 
August 20, 1910, and for other purposes”, to be called the 
supplemental register. All marks capable of distinguishing 
applicant’s goods or services and not register herein provided, 
except those declared to be unregistrable under subsections (a), 
(b), (c), (d), and (e)(3) of section 2 of this Act, which are in 
lawful use in commerce by the owner thereof, on or in connec- 
tion with any goods or services may be registered on the supple- 
mental register upon the payment of the prescribed fee and 
compliance with the provisions of subsections (a) and (e) of 
section 1 so far as they are applicable. Nothing in this section 
shall prevent the registration on the supplemental register of 
a mark, capable of distinguishing the applicant’s goods or 
services and not registrable on the principal register under 
this Act, that is declared to be unregistrable under section 
2(e)(3), if such mark has been in lawful use in commerce by 
the owner thereof, on or in connection with any goods or 
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services, since before the date of the enactment of the North 
American Free Trade Agreement Implementation Act.” 


A mark which is unregistrable on the Principal Register 
under 2(e)(3) of the Trademark Act, as amended, on the ground 
that it is primarily geographically deceptively misdescriptive 
of the goods or services, may be registered under 2(f) only if 
it became distinctive of the goods or services in commerce 
before December 8, 1993. Similarly, such a mark, capable 
of distinguishing the applicant’s goods or services, may be 
registered on the Supplemental Register only if it has been in 
lawful use in commerce by the owner since before December 
8, 1993. A mark that is unregistrable under 2 (e)(3) because 
it contains matter which is primarily geographically deceptively 
misdescriptive of the goods or services will not be rendered 
registrable by a disclaimer of the geographically deceptively 
misdescriptive component. Matter which is primarily geograph- 
ically deceptively misdescrip- tive may be omitted or deleted 
from the drawing in appropriate cases. 


1 The Article also prohibits any use constituting unfair competi- 
tion within the meaning of Article 10bis (Unfair Competition) 
of the Paris Convention. 


ROBERT ANDERSON 
Acting Assistant Commissioner 
for Trademarks 


April 1, 1994 


{1162 TMOG 15] 


Department of Commerce 
Patent and Trademark Office 


U.S. Patent and Trademark Office 
Trademark Examining Groups 


EXAMINATION GUIDE NO. 1 - 95 
Issued April 14, 1995 


A. Examiner’s Amendments 

B. Assertion of Use in “Interstate Commerce” by Foreign 
Applicants 

C. Prior U.S. Classification 

D. Disclaimers 

E. Signatory Identified as Officer of Corporate Applicant 

F. Apparent Discrepancies Between Dates of Use and 
Execution Dates 


A. Examiner’s Amendments 


Previously, in order to initiate most examiners amendments, 
examining attorneys were required to contact the applicant or 
its attorney for approval. Examiner’s amendments without the 
applicant’s or attorney’s authorization were permitted only for 
changes in classification prior to publication. TMEP §§ 1111 
and 1111.02. Examining attorneys may now exercise discretion 
to amend applications by examiner’s amendment without the 
applicant’s prior approval in the following situations: 


1. changes to international classification, except where 
the change is made after publication and the change 
would require republication of the mark; 


2. deletion of “TM,” “SM,” “©” or “®” from the drawing; 


3. addition of a formal description of the mark where it 
is necessary and where the record already contains an 
informal indication of what the mark comprises; 


example: The cover letter with the application refers to 
the mark as a stylized golf ball design. If appropriate, the 
examining attorney could enter an amendment that “the 
mark consists of the stylized design of a golf ball.” 
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4. amendment of the application to clarify that the mark 
is in typed form when the record clearly indicates that 


the drawing is supposed to be in typed form; 


5. amendment of the method-of-use clause to insert a 
reference to the use shown by the specimens (including 
substitute specimens), when the application includes a 
method-of-use clause that does not refer to such use (The 
method-of-use clause need not be amended, however, if it 
specifies use “in other ways customary in the trade,” and 
the specimens show a type of use customary in the trade, 
or if the clause includes other language that encompasses 
the use shown by the specimens.); 


6. addition of lining and stippling statements, other than 
color lining statements, where such a statement is necessary, 
and where the significance of the lining or stippling is 
indicated by specimens or other information of record; 


7. correction of obvious misspellings in the identification 
of goods and services. 


example: The goods are recited as “T-shurtz.” The exam- 
ining attorney could amend to “T-shirts.” However, 
“shirtz” could not be amended to “shirts” without calling 
= applicant, because “shirtz” might also be a misspelling 
of “shorts.” 


Disregard TMEP § 1111 to the extent that it conflicts with 
the above policy. Examining attorneys should continue to 
secure the applicant’s approval for the above changes if calling 
the applicant on other matters, or if the record contains any 
ambiguity as to the applicant’s intent. 

Any applicant who disagrees with any of these changes 
should contact the examining attorney promptly after receipt 
of the examiner’s amendment. See: TMEP § 804.10(d). 


B. Assertion of Use in “Interstate Commerce” 
by Foreign Applicants 


Examining Attorneys should discontinue issuing inquiries 
concerning the assertion of use in “interstate commerce” by 
foreign applicants under TMEP § 904.03(c). 


C. Prior U.S. Classification 


Examining attorneys no longer need to determine or enter 
the “correct” U.S. classes for goods and services. Effective 
March 2, 1995, all U.S. classes are automatically assigned by 
TRAM-2 based upon the International Class that has been 
assigned to the goods or services. 

Whenever an International Class is added, dropped, or 
changed, TRAM-2 will update the U.S. Class with an automated 
table. Examining attorneys not only are not expected to modify 
the U.S. Class listing, but are not able to amend this field. This 
applies whether the amendment arises in a response or through 
an examiner’s amendment. 


D. Disclaimers 


A disclaimer may be limited to pertain to only certain classes 
or certain goods or services. 


E. Signatory Identified as Officer of Corporate Applicant 


If the individual who signed an application or other document 
on behalf of a corporate applicant is identified as an officer of 
the applicant, the examining attorney need not require that 
the applicant specify the particular office held by that person. 
Disregard TMEP § 803.09 to the extent that it conflicts with 
this policy. 


F. Apparent Discrepancies Between Dates of Use 
and Execution Dates 


If an application, amendment to allege use or statement of 
use specifies a date of first use or first use in commerce only 
by the year, or by the month and year, and the date would be 
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interpreted, according to TMEP § 904.07, as later than the date 
on which the document was signed, the Office will now presume 
that the date specified is the date of signing of the application, 
amendment to allege use or statement of use. In this case, it 
is unnecessary to amend to indicate the date more specifically 
or to secure a new declaration. 


April 17, 1995 PHILIP G. HAMPTON, II 
Assistant Commissioner 


for Trademarks 
[1175 TMOG 64] 


(163) Trademark Drawings 

Effective July 3, 1989, the requirement of Trademark Rule 
2.52(c) (37 CFR 2.52(c)) that drawings in trademark applica- 
tions be limited in size to 4 inches by 4 inches will be strictly 
enforced for the purpose of assigning a filing date, pursuant 
to Trademark Rule 2.21(a)(3) (37 CFR § 2.21(a)(3)). [This 
notice rescinds the prior notice concerning this issue in the 
Official Gazette of June 30, 1987, at 1079 TMOG 12.] 

The drawing size limitation is necessary to permit entry of 
the drawing in the automated trademark search system (T- 
Search) as soon as possible after receipt of the application by 
the Patent and Trademark Office (PTO). Oversized or poor 
quality drawings require additional processing before they can 
be digitized (copied) and entered in T-Search. If the PTO must 
reduce a drawing, not only is there often a loss of detail and 
overall drawing quality, but drawing reduction processing 
lengthens the time before the mark and information about the 
application are available to the public. Furthermore, an over- 
sized drawing that is not reduced by the PTO cannot be scanned 
in its entirety for entry in T-Search, resulting in the possible 
loss of portions of the mark. 

Enforcement of the drawing size limitation rule as a require- 
ment for receipt of a filing date will permit the PTO to expedite 
application processing and permit the applicant to control the 
reduction process and, thus, control the quality of the represen- 
tation of the mark as it will appear in T-Search, in the Official 
Gazette, and on the registration certificate. 

The Trademark Law Revision Act of 1988 [Title 1 of Pub. 
L. 100-667, 102 Stat. 3935 (15 U.S.C. 1051)] will be imple- 
mented on Nov. 16, 1989. Two important provisions of the 
new law are that (1) an application for registration of the 
Principal Register may be filed based upon a bona fide intention 
to use a mark in commerce (15 U.S.C. 1051(b), as amended), 
and (2) for all applications filed on or after Nov. 16, 1989, 
upon the registration of a mark on the Principal Register, the 
application filing date becomes a constructive date of first 
use of the mark (15 U.S.C. 1057(c), as amended). Therefore, 
expedited processing to permit timely public notification of 
the filing of an application on the Principal Register will be 
particularly important. 


JEFFERY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Apr. 3, 1989 


[1102 TMOG 6] 


(164) Trademark Drawing Requirements 


Trademark Rule 2.52, 37 C.F.R. § 2.52 


For an application to satisfy the filing date requirement under 
Trademark Rule 2.21(a)(3), 37 C.F.R. § 2.21(a)(3), it must 
include a drawing of the mark substantially meeting all the 
requirements of Trademark Rule 2.52, 37 C.F.R. § 2.52. 
Because the granting of a filing date to an application potentially 
establishes a date of constructive use of the mark, timely public 
notification of the filing of applications is important. Marks 
must be accurately and expeditiously entered into the automated 
search system and filed in the Trademark Search Library. 
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The purpose of this notice is to identify recurring problems 
which have resulted in the loss of filing dates for failure to 
comply with Rule 2.21(a)(3). 


Color in the Mark 


Rule 2.52(a) requires that every line and letter in a drawing, 
including color lining and lines used for shading, must be black. 
Color in a mark can be shown only by using the linings depicted 
in the color chart in Rule 2.52(e). This requirement is strictly 
enforced. The Office denies filing dates to applications where 
color appears on the drawing. 


Drawing Size 


The requirement of Rule 2.52(c) that the mark on a drawing 
be limited in size to 4 inches wide by 4 inches high continues 
to be strictly enforced. Jn re Fuller-Jeffrey Broadcasting Corp. 
of Santa Rosa, 16 USPQ2d 1456 (Comm’r Pats. 1990). See 
Official Gazette Notice at 1102 TMOG 6. 


Two Drawings Submitted With One Application 


A single application may seek registration of only one mark. 
Therefore, as a matter of policy, the Office denies a filing date 
to any application which is accompanied by two drawing, each 
displaying a different mark. 


Heading 


Rule 2.52(d) requires that the drawing include a heading 
which lists the applicant’s name and address, the goods and 
services, the dates of first use of the mark for an application 
based on use in commerce under 15 U.S.C. § 1051(a), and the 
priority filing date for an application based upon a foreign 
application under 15 U.S.C § 1126(d). If the heading is 
ommitted in its entirety, a filing date is denied to the application. 
See In re Hackmack, 16 USPQ2d 1895 (Comm’r Pats. 1990). 


Two Page Drawings in Trademark Applications 


The Office denies a filing date to any application in which 
the mark does not appear on the first page of the drawing. 

Rule 2.52(d) requires that the drawing include a heading 
which lists, among other things, the goods and services for 
which registration is sought; and Rule 2.52(c) requires that 
there be a margin of at least one inch on the sides and bottom 
of the paper, and at least one inch between the mark and the 
heading. 

Implicit in Rule 2.52 is a requirement that the mark and 
heading appear on a single page, in all but the most exceptional 
circumstances. There is an administrative need for a filing 
system that utilizes single page drawings, to expedite filing of 
mark drawings in the Trademark Search Library and entry 
of accurate information into the automated database. More 
importantly, there is a risk that the individual pages from multi- 
page drawings might become detached and separated in the 
Index of Pending Applications. 

Historically, the Office has permitted the filing of drawings 
in which the heading continues onto a second page only where 
the goods and services covered by the application are so 
numerous that they cannot be listed within the heading margins 
on a single page. Trademark Manual of Examining Procedure 
§ 807.02. - 

Although the Office prefers that the identification of goods 
or services in such cases be abbreviated so that the entire 
drawing will fit onto one page, the Office will continue to 
accept drawings on which the list of goods or services continues 
onto a second page, in appropriate circumstances. 

If the goods and services are abbreviated in the drawing 
heading, as recommened here, this will in no way limit the 
goods and services covered by the application. For purposes 
of determining the goods and services covered by an applica- 
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tion, the written application is always controlling. See In re 
Tokiwa Mfg. Co. Ltd., 21 USPQ2d 1395 (Comm’r Pats. 1991). 

If an applicant deems it to be necessary, the heading of a 
drawing may be continued onto a second page. However, in 
all cases, the mark and a portion of the heading must appear on 
the first sheet. The Office denies a filing date to any application 
which fails to display the mark, in accordance with the size 
and margin requirements of Rule 2.52(c), on the first page of 
the drawing. This requirement is strictly enforced. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


May 8, 1992 


[1139 TMOG 24] 


(165) Waiver of Trademark Rule 2.76(a) 

Trademark Rule 2.76(a) now provides that an intent-to-use 
application under Section 1(b) of the Trademark Act may be 
amended to allege use of the mark in commerce, under Section 
l(c) of the Act, at any time between the filing date of the 
application and either (1) the date the examining attorney 
approves the mark for publication or (2) the date of the expira- 
tion of the six-month period after issuance of a final refusal. 
Thus, if the examining attorney issues a final refusal and the 
applicant files an appeal to the Trademark Trial and Appeal 
Board six months thereafter, any amendment to allege use filed 
subsequently is considered untimely. 

The Patent and Trademark Office has now had several years’ 
experience with intent-to-use applications and with the filing 
of amendments to allege use and has had an opportunity to 
observe the effect of this rule in connection with the appeal 
process. We have found that the strict time limit set by the 
rule has forced some applicants to pursue appeals that might 
otherwise have been dismissed as moot. Thus, a Section 1(b) 
intent-to-use applicant cannot under the present rule, obtain a 
remand of its application from the Board to the examining 
attorney to allow consideration of an amendment to the Supple- 
memtal Register or a claim of acquired distinctiveness under 
Section 2(f). Even though such a remand is likely to lead to 
registration or to publication of the mark for oppostion the 
Board may not grant the request for remand unless the applicant 
filed an amendment to allege use before the expiration of the 
unable to grant remand, because use of the mark is a prerequisite _ 
to registration on the Supplemental Register and Rule 2.76(a) 
precludes the applicant from filing an amendment to allege use. 
The same result would follow where an intent-to-use applicant 
sought to assert acquired distinctiveness under Section 2(f). 
Because the Board has no discretion to remand applications in 
such situations, the rule has worked to delay or frustrate the 
registration process. 

Accordingly, application of Rule 2.76(a) is hereby waived, 
in pertinent part, to eliminate the time limit during which an 
amendment to allege use may be filed after the examining 
attorney's final refusal to register. It should be noted that, 
although an amendment to allege use will now be considered 
timely even if filed during the pendency of an ex parte appeal, 
the Board retains jurisdiction over the application once an 
appeal is filed. The Board may, in its discretion, suspend action 
on the appeal and remand the application to the examining 
attorney for consideration of the amendment to the allege use; 
or it may continue action on the appeal, thus deferring examina- 
tion of the amendment to allege use until after disposition of 
the appeal. 

The Patent and Trademark Office will, in due course, publish 
a notice of proposed rulemaking to amend Trademark Rule 
2.76(a). 


ROBERT M. ANDERSON 
Acting Assistant Commissioner for 
Trademarks 


Oct. 6, 1993 


{1156 TMOG 12] 
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(166) Questions and Answers 


I. New Trademark Application Filing Requirements 


The Trademark Law Revision Act of 1988, which was imple- 
mented on Nov. 16, 1989, contains the most significant amend- 
ments to the Lanham Act since its enactment in 1947. The Patent 
and Trademark Office has significantly revised the Trademark 
Rules of Practice to reflect the changes in the law. Additionally, 
the PTO has issued a supplement to Revision 7 of the Trademark 
Manual of Examining Procedure that reflects the changes in 
the law, rules, and Office policy and is available from the 
Government Printing Office. 

The PTO’s Office of the Assistant Commissioner for Trade- 
marks has prepared a series of “Questions and Answers” about 
Office practice under the new law and rules. This first in the 
series concerns the requirements for the initial filing of an 
application. Subsequent “Questions and Answers” will address 
various examination issues, the statement of use, requests for 
extension of time to file the statement of use, the amendment 
to allege use and notice of allowance. 


Q. What is an intent-to-use application? 


A. The Trademark Law Revision Act of 1988 became effective 
on Nov. 16, 1989. It amended the Trademark Act to add a new 
basis for filing an application for Federal trademark registration 
on the Principal Register. A party with a bona fide intention 
to use a specific mark in commerce in relation to specific goods 
or services may now file an application. However, before the 
mark will be registered, the applicant must use the mark in 
commerce in connection with the specified goods or services 
and submit specimens evidencing use and a verified allegation 
concerning that use. 

First, an intent-to-use application will be examined in relation 
to all substantive and procedural requirements, except use- 
related issues, and, if acceptable, published for opposition. If 
there is no opposition, or any opposition is resolved in the 
applicant's favor, the applicant will receive a notice of allow- 
ance. 

The applicant must submit a statement of use within six 
months of that date, or request a six-month extension of time. 
The applicant may then request up to four additional six-month 
extensions of time in which to file the statement of use. The 
grant of such extensions is predicated, in part, upon the appli- 
cant’s showing of “good cause” as to why the mark has not 
yet been used. Thus, an applicant may have up to 36 months 
from the mailing of the notice of allowance within which to 
file a statement of use. (See Trademark Rules 2.88 and 2.89 
concerning the requirements for a statement of use and exten- 
sion requests.) Upon filing, the statement of use will be exam- 
ined and, if accepted, the mark will register. 


Q. How does an intent-to-use application differ from an appli- 
cation based upon use in commerce? 


A. The primary difference between the two types of applications 
is the basis for filing. Because of that difference, the filing 
requirements and processing of the two types of applications 
differ. 

A party may not file an application based upon use of a 
mark in commerce until after that use has occured. Instead of 
asserting a bona fide intent to use the mark in commerce, the 
use-based application must include allegations concerning dates 
of use and specimens evidencing use as a filing requirement. 
The use-based application will be examined and, if acceptable, 
published for opposition. If the mark is not opposed, or any 
opposition is resolved in the applicant’s favor, the mark will 
register. This procedure differs from the application procedure 
for an intent-to-use application, as noted above. 

However, in all other respects the legal reasons for refusing 
registration (such as descriptiveness, likelihood of confusion, 
etc.) and the procedural requirements (such as specificity of 
identifications of goods, signature by applicant, etc.) are exactly 
the same for the two types of applications. Additionally, upon 
registration, the filing date of any application on the Principal 
Register is a constructive date of first use of the mark. 
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Q. What are the requirements for filing an intent-to-use applica- 
tion? 


A. A complete intent-to-use application consists of a written 
application, a drawing of the mark, and the required filing fee 
for each class of goods. The requirements for a written intent- 
to-use application are set forth in Trademark Rule 2.33. The 
application must be made to the Commissioner of Patents and 
Trademarks, must include a request for registration, and must 
be signed and verified (sworn to) by the applicant. 

The application must specify: the name and address of the 
applicant; information about the applicant’s legal entity; a claim 
that the applicant has a bona fide intention to use the mark in 
commerce; the particular goods or services on or in connection 
with which the applicant has a bona fide intention to use the 
mark; the class of goods or services according to the official 
classification, if known to the applicant; and the intended mode, 
manner or method of applying, affixing or otherwise using the 
mark on or in connection with the goods or services specified. 

The applicant must sign a verfication of the application which 
includes, in part, averments that the applicant is believed to be 
entitled to use the mark sought to be registered; that to the best 
of the declarant’s knowledge and belief no other entity has the 
right to use the mark in commerce, either in the identical form 
or in such near resemblance as to be likely, when applied to 
the goods or services of such other entity, to cause confusion, 
or to cause mistake, or to deceive; and that the facts set forth 
in the application are true. 

Please note that Rule 2.33 differs form section 1(b) of the 
Act because the rule requires the above verification to include 
a statement that “the applicant is the owner of the mark” rather 
than that “the applicant believes it is entitled to use the mark.” 
This specific requirement of the rule should be disregarded to 
the extent that it differs from the statute. The rule will be 
amended in due course. 


Q. What are the minimum requirements for receipt of a filing 
date for an intent-to-use application? 


A. Trademark Rule 2.21 sets forth the minimum requirements 
for receipt of a filing date for intent-to-use applications, as 
well as other types of applications. These minimum formal 
requirements do not include all of the requirements which may 
ultimately be necessary to obtain registration, but merely those 
which must be satisified to receive a filing date. 

An intent-to-use application must include the following ele- 
ments in order to receive a filing date: the name of the applicant, 
the name and address to which communications can be directed, 
a drawing of the mark substantially meeting all of the require- 
ments of Trademark Rule 2.52, an identification of goods or 
services, a claim of a bona fide intention to use the mark in 
commerce, a verification or declaration under Trademark Rule 
2.33(b) signed by the applicant, and the required filing fee for 
at least one class of goods or services. If an application lacks 
any one of these elements, it will be denied a filing date and 
all papers will be returned to the applicant as informal. 


Q. Is there any change in the requirements for applications 
based upon either use in commerce or Section 44 of the Trade- 
mark Act? 


A. Yes. Effective Nov. 16, 1989, an application must be signed 
in order to receive a filing date. Trademark Rule 2.21 has been 
amended to require that an application include a verification 
or declaration in accordance with Trademark Rule 2.33(b), 
signed by the applicant, to receive a filing date. This require- 
ment applies to all applications filed after Nov. 16, 1989, 
regardless of the basis for filing. Unsigned applications will 
be returned to the applicant as informal. A verified assertion, 
signed by the applicant, of the basis for filing, is believed to 
be essential because of the importance of the filing date as a 
constructive date of first use of the mark for registration of the 
Principal Register. 

All other filing requirements for use-based applications 
remain unchanged. 

Concerning Section 44 which permits, under certain circum- 
stances, the filing of an application in the United States based 
upon an application or registration in another country, there are 
two additional changes. Effective Nov. 16, 1989, an application 
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filed under Section 44(d) or Section 44(e) of the Trademark 
Act must include an allegation that the applicant has a bona 
fide intention to use the mark in commerce. However, Section 
44 applicants will still be exempt from any use requirement as 
a condition to registration. In other words, Section 44 applicants 
are not required to file specimens evidencing use of the mark 
or an allegation of use in order to obtain registration. 

As a requirement for obtaining a filing date, an application 
filed pursuant to Section 44(d) must include in the heading of 
the drawing the date of the foreign filing which forms the basis 
of its priority claim. 


Q. Who can sign an application? 


A. There are two issues that may arise with respect to the 
signature on an application: (1) whether the signature is suffi- 
cient for receipt of a filing date, and (2) whether the signature 
is that of the applicant. 

The following persons can properly sign an application for 
an applicant: an individual applicant, a general partner of a 
partnership, or an officer of a corporation or association. 

If an application is signed by an improper party, but the 
improper party had “color of authority” to act for applicant, 
the Office will require re-execution of the application, but will 
not invalidate the filing date. (See Trademark Rule 2.71(c) 
concerning “color of authority.”) The Examining Attorney will 
determine whether the signatory had color of authority to sign 
the application for the applicant. A person has such color of 
authority if he or she has firsthand knowledge of the relevant 
facts and implied or actual authority to act on behalf of the 
applicant. A general manager may qualify under this standard. 
The applicant’s attorney will not ordinarily be regarded as 
possessing color of authority to sign on behalf of a client. 
Attorneys, who are not employees of a corporate applicant, do 
not usually have firsthand knowledge of a client’s business or 
the authority to act on behalf of a client, other than as legal 
representative. 

If the signature is acceptable for the purpose of receiving a 
filing date (i.e., if the signatory had color of authority), but is 
not the signature of the applicant, a substitute verification by 


the applicant of the facts in the application will be required. 
If the person who signed did not have even color of authority, 
the Examining Attorney will refuse registration because the 
applicant did not meet the minimum requirements of Rule 2.21 
for receipt of a filing date. An application signed by a party 
without color of authority is void ab initio and cannot be cor- 
rected by submission of a substitute declaration. 


Q. Are “fax” copies of signatures acceptable? 


A. The Trademark Operation does not have the equipment to 
accept documents transmitted by “fax” for purposes of receiving 
a filing date. However, the signature on a properly filed applica- 
tion may be a photocopy or “fax” copy of the original signature. 
The subsequent submission of the original document will be 
required by the Examining Attorney. 


Q. What is the significance of the filing date? 


A. Section 7 of the Trademark Act has been amended to provide 
that the filing date of an application of the Principal Register 
is a constructive date of first use of the mark in commerce, 
provided the application matures into a registration. Thus, filing 
affords the applicant nationwide priority over others, with the 
exception of parties who had used the mark before the appli- 
cant’s filing date, parties who had filed before the applicant, 
or parties who are entitled to an earlier priority filing date based 
upon the filing of a foreign application under Section 44(d) of 
the Trademark Act. 


Q. Can an application be based upon both use and intent-to- 
use? 


A. No. Section 1(a) of the Trademark provides for the filing 
of applications based upon actual use in commerce, while Sec- 
tion 1(b) provides for the filing of applications based upon 
intent-to-use. Trademark Rule 2.33(d) states that an applicant 
may not file under both Sections I(a) and 1(b) of the Act in 
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a single application, nor may an applicant in an application 
under Section 1I(a) of the Act amend to seek registration under 
Section 1(b). Any application filed under both Sections 1(a) 
and 1(b) of the Trademark Act will be denied a filing date and 
returned to the applicant. 


Q. Can an applicant assert both a Section 44 claim and an 
intent-to-use or use claim in the same application? 


A. Yes. Section 44(d) provides for applications based upon an 
application for registration filed in an applicant’s country of 
origin, and section 44(e) provides for applications based upon. 
a registration in applicant’s country of origin. An application 
may be based upon both a foreign application or registration 
under Section 44 and either use in commerce under Section 
1(a) or intent-to-use under Section 1(b). 


Q. Since a Section 44 application contains a statement of a 
bona fide intent to use the mark in commerce, isn’t this also 
an intent-to-use application? 


A. No. The statement of a bona fide intent to use a mark is 
one of the statutory requirements for a Section 44 filing and 
the PTO will not consider the mere inclusion of such a statement 
to constitute the assertion of a basis for filing under Section 
1(b) of the Act. In other words, once the requirements for 
Section 44 are met and the application successfully completes 
the opposition period, the mark will register (rather than a 
notice of allowance issuing in the application). 

A Section 44 applicant may also assert an intent-to-use basis 
by explicitly stating, after its statement of a bona fide intent 
to use the mark in commerce, that it is also asserting a Section 
1(b) basis for filing. 


Q. Can an intent-to-use application be filed on the Supplemental 
Register? 


A. No. An intent-to-use application initially filed on the Supple- 
mental Register will be denied a filing date and returned to 
the applicant. No amendment of an intent-to-use application 
to the Supplemental Register will be accepted until after use 
has commenced and after the filing and acceptance of an amend- 
ment to allege use or a statement of use. In such a case, the 
effective filing date of the application will be changed to the 
date on which the applicant filed the amendment to allege use 
under Section I(c) of the Trademark Act or the statement of 
use under Section I(d) of the Act. 


Q. Must an intent-to-use applicant begin using the mark before 
a registration will issue? 


A. Yes. An intent-to-use application may not mature into a 
registration unti! use of the mark has begun. After use begins, 
the applicant must verify such use in either (1) an amendment 
to allege use or (2) a statement of use. In addition, applicant 
must submit specimens evidencing use and a fee of $100 per 
class of goods or services in the application. 


Q. What is the difference between an amendment to allege use 
and a statement of use? 


A. The primary difference between the amendment to allege 
use and the statement of use is the time of filing. The amendment 
to allege use may be filed during initial examination of the 
application, i.e., after the filing date of the application and 
before the date on which the Examining Attorney approves the 
mark for publication. If the amendment to allege use is accepted, 
the application will then be processed for publication and issu- 
ance in the same manner as a use-based application. 

If no amendment to allege use is filed before the Examining 
Attorney approves the mark for publication, the mark will be 
published for opposition. After the successful completion of 
the opposition period, the PTO will issue a notice of allowance. 
The applicant will then have six months from the date of the 
notice of allowance in which it must file a statement of use, 
or file a written request for an extension of time in which 
to file the statement of use. Successive extensions of time, 
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aggregating no more than 36 months from the notice of allow- 

ance, may be obtained pursuant to Trademark Rule 2.89. 
Nov. 27, 1989 JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 
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(167) Receipt of a Filing Date Under Section 44 
of the Trademark Act - 
Claim of a Bona Fide Intention 


to Use the Mark in Commerce Required 


For purposes of receiving a filing date, applications filed in 
the United States based on prior registrations in an applicant's 
country of origin under Section 44(e) of the Trademark Act, 
15 U.S.C. § 1126(e), and applications claiming the benefit of 
a priority filing date in the United States based on prior applica- 
tion in a Paris Convention country under Section 44(d) of the 
Act, 15 U.S.C. § 1126(d), must include a statement “that the 
applicant has a bona fide intention to use the mark in com- 
merce.” 15 U.S.C. 1126(d) and (e); Trademark Rules 2.21(a) 
(5) (ii) and (iti); 37 C.F.R. § 2.21(a) (5) (ii) and (iii). 

The claim of a bona fide intention to use the mark in com- 
merce is expressly required by the statute and cannot be waived 
by the Commissioner for any reason. The claim is required in 
all applications filed under Section 44, even if the applicant 
has commenced use of the mark in commerce, and even if the 
applicant is also filing on the basis of use in commerce under 
Section I(a) of the Act. 

Where a Section 44 applicant has used the mark in commerce, 
it may choose to submit for the record an additional statement 
regarding actual use. For example, an applicant could state that 
it “has a bona fide intention to use the mark in commerce, as 
evidenced by the fact that actual use in commerce with the 
United States has commenced.” In this way, the application 
will contain the statutorily required language of a “bona fide 
intention to use the mark in commerce,” as well as the additional 


clarifying language that, in this particular instance, the mark 
is actually in use in commerce. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademark 


Jan. 8, 1992 
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(168) Reminders Concerning the Revised Rules 


of Practice in Trademark Cases 


The Office offers the following reminders concerning certain 
requirements under the revised Rules of Practice in Trademark 
Cases to ensure proper and efficient processing of trademark 


papers. 
1. Statement of A Bona Fide Intention to Use in Commerce 


The Office has received a number of applications filed based 
on Trademark Act Section 44 which contain no claim of bona 
fide intention to use the mark in commerce. Sections 44(d)(2) 
and 44(e), and revised Trademark Rule 2.21 state the require- 
ments for filing a trademark application based on a foreign 
application or registration. These sections require; among other 
things, that all applications filed pursuant to Section 44 state 
a bona fide intention to use the mark in commerce. Therefore 
if the application is filed based only on Section 44, and applicant 
has not recited a claim of bona fide intention to use the mark 
in commerce, the application will not be accorded a filing date 
and will be returned to the applicant. 

This statement must include the words “in commerce.” The 
statement should be set forth in its entirety prominently in 
the opening statement of the application to ensure that the 
application is accorded a filing date. The applicant'may repeat 
the statement in the application declaration, :if desired. 
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2. Assertion of Two Bases 


If the applicant wishes to file based on both a bona fide 
intention to use the mark in commerce under Trademark Act 
Section 1(b) and a foreign application or registration under 
Trademark Act Section 44, the applicant must clearly indicate 
its intention to do so. In a Section 44 filing the Office will not 
presume Trademark Act Section 1(b) as an additional basis for 
filing by the mere statement of a bona fide intention to use the 
mark in commerce. If the applicant wishes to claim an additional 
basis under Section I(b) of the Act it should indicate its intention 
with a separate statement claiming a basis under Section 1(b). 


3. Filing Papers Before Notification of Serial Number 


The Office recommends that applicants wait until they have 
received the filing fee receipt before filing any papers related 
to a trademark application. The filing fee receipt includes the 
assigned application serial number. The applicant should refer 
to the serial number in filing any paper to ensure that the paper 
is associated with the correct application file. For example, if 
applicant has filed a photocopy of its application in order to 
receive a filing date and follows up the photocopy with an 
original document, the applicant should wait for the filing fee 
receipt in order to have a serial number with which to reference 
the second document. Without the reference number, the papers 
may be returned to the applicant or the papers may be identified 
as a new filing, and accorded a new serial number. 

In the same manner, it is preferable that amendments to 
allege use under Trademark Act Section I(c) should not be 
filed until a filing fee receipt has issued and applicant can 
reference the serial number of the appropriate application when 
it submits its amendment to allege use. 

The filing of an amendment to allege use has important 
ramifications in the publication of the mark and production of 
the Official Gazette. Therefore it is especially important that 
the Office be able to identify and process those papers promptly. 

If the applicant files an amendment to allege use along with 
other amendments, it would be helpfui if the applicant provides 
some indication that the filing is both an amendment to allege 
use and other amendments. 


4. Section 8 Affidavit Requirements 


Trademark Act Section 8, as amended, and revised Trade- 
mark Rule 2.162 requires, among other things, that registrants 
set forth the “goods or services recited in the registration on 
or in connection with which the mark is in use in commerce.” 
The goods and services must also be set forth in any affidavit 
asserting excusable nonuse. Formerly, applicants were not 
required to set forth the specific goods and services. Applicant 
may meet the requirement to specify the goods or services. 
either by listing the goods or services or by incorporating the 
goods and services by reference, e.g., “The registered mark is 
in use in commerce with all the goods and services listed in 
the registration.” The list of goods and services or applicant's 
incorporation of the goods and services by reference should 
appear somewhere in the body of the affidavit. 

Applicants should also take note of the revised requirement 
for a specimen or facsimile for each class of goods or services 
in the registration. The specimen or facsimile for each: class 
must be filed prior to the end of the sixth year. Failure to meet 
these revised requirements may result in cancellation of all or 
part of a registration. 


5. Filing of Miscellaneous Papers 


Every paper filed with the Office which relates to an applica- 
tion or registration. should include the serial number of the 
application or the registration number of the registration. The 
best practice would be to have the application number or regis- 
tration number appear on every single sheet of paper which 
an applicant or registrant files with the Office, including any 
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substitute specimens which applicant may file. Those papers 
filed with the Office which do not have the application serial 
number or the registration number reference on them must be 
identified by Office personnel using alternative means such as 
looking up the mark or owner in the automated search system. 
However, if papers become detached, the information which 
the Office needs to join a particular piece of correspondence 
to the correct file may not be available. 


6. Time for Filing Corrections to Amendments to Allege Use 


Applicants should note that Rule 2.76(a) provides that filing 
an amendment to allege use of a mark in commerce under 
section I(c) is only permitted be- tween the time of filing the 
application and the time the examiner approves the mark for 
publication. If applicant's amendment to allege use fails to 
meet the minumum requirements for an amendment to allege 
use as set out in Rule 2.76(e)(3), applicant must correct those 
defects prior to approval of the mark for publication or the 
application will be published without any consideration of the 
amendment to allege use. If the file is approved for publication 
before applicant can correct its amendment to allege use, appli- 
cant will be required to wait until a notice of allowance issues 
before it can file its affidavit of use. In these circumstances 
the fee applicant submitted for its original amendment to allege 
use will not be refunded or applied to the later filed statement 
of use. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Apr. 12, 1990 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Parts 1, 2, and 7 
[Docket No. 950501124-5185-02] 
RIN 0651-AA74 


Revision of Patent and Trademark Fees 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent and trademark cases, Parts 1, 2 
and 7 of title 37, Code of Federal Regulations, to adjust certain 
patent and trademark fee amounts to reflect fluctuations in the 
Consumer Price Index (CPI) and to recover costs of operation, 
and is amending the requirements for recording documents on 
the Government Register. This rule also includes information 
relating to the availability of patent and trademark information 
products provided by the PTO. 

Effective Date: October 1, 1995. 

For Further Information Contact: Robert Kopson by telephone 
at (703) 305-8510, fax at (703) 305-8525, or by mail marked 
to his attention and addressed to the Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 

Supplementary Information: This rule change is designed to 
adjust PTO fees in accordance with the applicable provisions 
of title 35, United States Code; section 31 of the Trademark 
(Lanham) Act of 1946 (15 U.S.C. 1113); and section 10101 
of the Omnibus Budget Reconciliation Act of 1990 (as amended 
by section 8001 of Public Law 103-66), all as amended by the 
Patent and Trademark Office Authorization Act of 1991 (Public 
Law 102-204). 

The cover sheet referenced in 37 CFR 7.1 (c) must be in a 
format approved by the Office. The Office of Public Records 
will maintain a list of approved formats that will meet this 
requirement. Contact the Office of Public Records at (703) 
308-9743 regarding specific questions relating to this require- 
ment and to seek approval of additional formats. 
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Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 
376. A fifty percent reduction in the fees paid under 35 U.S.C. 
41(a) and (b) by independent inventors, small business con- 
cerns, and nonprofit organizations who meet prescribed defini- 
tions is required by 35 U.S.C. 41(h). 

Subsection 41(f) of title 35, United States Code, provides 
that fees established under 35 U.S.C. 41(a) and (b) may be 
adjusted on October 1, 1992, and every year thereafter, to 
reflect fluctuations in the Consumer Price Index (CPI) over the 
previous 12 months. 

Section 10101 of the Omnibus Budget Reconciliation Act 
of 1990 (amended by section 8001 of Public Law 103-66) 
provides that there shall be a surcharge on all fees established 
under 35 U.S.C. 41(a) and (b) to collect $111 million in fiscal 
year 1996. 

Subsection 41(d) of title 35, United States Code, authorizes 
the Commissioner to establish fees for all other processing, 
services, or materials related to patents to recover the average 
cost of providing these services or materials, except for the fees 
for recording a document affecting title, for each photocopy, and 
for each black and white copy of a patent. 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under 
the Patent Cooperation Treaty (PCT). 

Subsection 41(g) of title 35, United States Code, provides 
that new fee amounts established by the Commissioner under 
section 41 may take effect thirty days after notice in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 

Section 31 of the Trademark (Lanham) Act of 1946, as 
amended (15 U.S.C. 1113), authorizes the Commissioner to 
establish fees for the filing and processing of an application 
for the registration of a trademark or other mark, and for all 
other services and materials relating to trademarks and other 
marks. 

Section 31(a) of the Trademark (Lanham) Act of 1946 (15 
U.S.C. 1113(a)), as amended, allows trademark fees to be 
adjusted once each year to reflect, in the aggregate, any fluctua- 
tions during the preceding 12 months in the CPI. 

Section 31 also allows new trademark fee amounts to take 
effect thirty days after notice in the Federal Register and the 
Official Gazette of the United States Patent and Trademark 
Office. 


Recovery Level Determinations 


This rule adjusts patent and trademark fees for a planned 
recovery of $643,014,000 in fiscal year 1996, as proposed in 
the Administration’s budget request to the Congress. 

The patent statutory fees established by 35 U.S.C. 41(a) 
and (b) are being adjusted on October I, 1995, to reflect any 
fluctuations occurring during the previous 12 months in the 
Consumer Price Index (CPI-U). In calculating these fluctua- 
tions, the Office of Management and Budget (OMB) has deter- 
mined that the PTO should use CPI-U data as determined by 
the Secretary of Labor. However, the Department of Labor 
does not make public the CPI-U until approximately 21 days 
after the end of the month being calculated. Therefore, the 
latest CPI-U information available is for the month of May 
1995. In accordance with previous rulemaking methodology, 
the PTO uses the Administration’s projected CPI-U for the 12- 
month period ending September 30, 1995, which is 3.2 percent. 
Based on this projection, patent statutory fees will be adjusted 
by 3.2 percent. Before the final fee schedule is published, the 
fees may be slightly adjusted based on actual data available 
from the Department of Labor. 

Certain non-statutory patent processing fees established 
under 35 U.S.C. 41(d) and PCT processing fees established 
under 35 U.S.C. 376 are being adjusted to recover their esti- 
mated average costs in fiscal year 1996. Three patent service 
fees that are set by statute will not be adjusted. The three 
fees that are not being adjusted are assignment recording fees, 
printed patent copy fees and photocopy charge fees. 
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Certain trademark service fees established under 15 U.S.C. 
1113 are being adjusted to recover their estimated average costs 
in fiscal year 1996. 

The fee amounts were rounded by applying standard arith- 
metic rules so that the amounts rounded would be convenient 
to the user. Fees of $100 or more were rounded to the nearest 
$10. Fees between $2 and $99 were rounded to an even number 
so that the comparable small entity fee would be a whole 
number. 


Workload Projections 


Determination of workloads varies by fee. Principal work- 
load projection techniques are as follows: 


Patent application workloads are projected from statistical 
regression models using recent application filing trends. Patent 
issues are projected from an in-house patent production model 
and reflect examiner production achievements and goals. Patent 
maintenance fee workloads utilize patents issued 3.5, 7.5 and 
11.5 years prior to payment and assume payment rates of 79 
percent, 55 percent and 32 percent, respectively. Service fee 
workloads follow linear trends from prior years’ activities. 


General Procedures 


Any fee amount that is paid on or after the effective date 
of the fee increase would be subject to the new fees then in 
effect. For purposes of determining the amount of the fee to 
be paid, the date of mailing indicated on a proper Certificate 
of Mailing or Transmission, where authorized under 37 CFR 
1.8, will be considered to be the date of receipt in the PTO. 
A Certificate of Mailing or Transmission under Section 1.8 is 
not “proper” for items which are specifically excluded from 
the provisions of Section 1.8. Section 1.8 should be consulted 
for those items for which a Certificate of Mailing or Transmis- 
sion is not “proper.” Such items include, inter alia, the filing 
of national and international applications for patents and the 
filing of trademark applications. However, the provisions of 
37 CFR 1.10 relating to filing papers and fees with an“Express 
Mail” certificate do apply to any paper or fee (including patent 
and trademark applications) to be filed in the PTO. If an applica- 
tion or fee is filed by “Express Mail” with a proper certificate 
dated on or after the effective date of the rules, as amended, 
the amount of the fee to be paid would be the fee established 
by the amended rules: 

A notice of final rulemaking was published at 60 FR 20195 
(April 25, 1995) wherein several new fee provisions-were made 
to implement the 20-year patent term and provisional applica- 
tions. Language changes were made in 37 CFR 1.16(a), (b). 
(d), (f), and (g) which are reproduced in this final rule package. 
In addition, fees involving 37 CFR 1.17(r) and (s) are being 
adjusted by changes in the-CPI to remain equal to the basic 
filing fee for a utility patent application. 


PTO Information Dissemination Products 


The PTO provides information to the public in the Patent 
Search Room and the Trademark Search Library in Arlington, 
Virginia, and at 78 Patent and Trademark Depository: Libraries 
around the country. A list of the libraries is included in each 
issue of the Official Gazette of the Patent and Trademark 
Office. In addition, a number of patent and trademark search 
tools and document-delivery products, published on paper and 
on various machine-readable media, are sold directly to the 
public. 

Printed PTO publications may be ordered from the Govern- 
ment Printing Office (GPO) or one of its Book Stores located 
throughout the country. A list of patent and trademark-related 
publications with current prices and ordering information is 
available from the GPO (Subject Bibliography SB 021). 


Superintendent of Documents 
P.O. Box 371984 

Pittsburgh, Pa. 15250-7954 
Voice: 202-512-1800 

Fax: 202-512-2250 
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Machine-readable publications, including magnetic tapes and 
CD-ROMs, may be ordered directly from the PTO. A printed 
catalog of machine-readable products, including current prices 
and ordering information, is available from the Office of Infor- 
mation Products Development. 


US Patent and Trademark Office 

Office of Information Products Development 
Crystal Park 3, Room 412 

Washington, D.C. 20231 

Voice: 703-308-0322 

Fax: 703-308-0493 


The catalog of machine-readable products is published in 
the Official Gazette of the Patent and Trademark Office in late 
December each year and may also be viewed on, or downloaded 
from, the PTO electronic bulletin board (703-305-8950, 8/no/ 
1) or from the PTO’s home page on the Internet (http://www.us- 
pto.gov/). 

In order to ensure clarity in the implementation of the new 
fees, a discussion of specific sections is set forth below. 


Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a), (b), (d), and (f)-(i), is revised 
to adjust fees established therein to reflect fluctuations in the 
CPI. 

Section 1.16, paragraphs (a), (b), (d), and (g) include lan- 
guage changes relating to provisional patent applications (see 
60 FR 20195, dated April 25, 1995). 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (b)-(g) (m), (r), and (s), is revised 
to adjust fees established therein to reflect fluctuations in the 
CPI. 

Section 1.17, paragraphs (j) and (n)-(p), is revised to adjust 
fees established therein to recover costs. 


37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a)-(c), is revised to adjust fees 
established therein to reflect fluctuations in the CPI. 


37 CFR 1.19 Document supply fees. 


Section 1.19, paragraphs (a)(1)(ii) and (a)(1)(iii), is revised 
to amend the language .to reflect the PTO’s most recent business 
practices. 

Section 1.19, paragraph (b)(1), is revised to adjust fees estab- 
lished therein to reflect fluctuations in the CPI. 


37 CFR 1.20.Post-issuance fees. 


Section 1.20, paragraphs (c), (i), and (j), is revised to adjust 
fees established therein to recover costs. 

Section 1.20, paragraphs (e)-(g), is revised to_adjust fees 
established therein to reflect fluctuations-in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section |.21, paragraph (a)(1), is revised to adjust fees estab- 
lished therein to recover costs. 


37 CFR 1.445 International application filing, processing, and 
search fees. 


Section 1.445, paragraph (a), is revised to adjust the fees 
authorized by 35 U.S.C. .376 to recover costs. 
37 CFR 1.482 International preliminary examination fees. 


Section 1.482, paragraphs (a)(1)(i), (a)¢1)(ii), and (a)(2)(ii), 
is revised to adjust the fees authorized by’35 U.S.C. 376 to 
recover costs. 


37 CFR 1.492 National stage fees. 
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Section 1.492, paragraphs (a), (b) and (d), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 2.6 Trademark fees. 


Section 2.6, paragraphs (b)(1)(ii) and (b)(1)(iii), is revised 
to amend the language to reflect the PTO’s most recent business 
practices. 

Section 2.6, paragraph (b)(2), is revised to adjust fees therein 
to recover costs. 


37 CFR 7.1 Requirements 


Section 7.1, is revised to designate the current language as 
paragraph (a), and to add new paragraphs (b)-(j) to clarify that 
the requirements for patent and patent application assignment 
documents, including the requirement for the fee set forth in 
§ 1.21(h), submitted for recording also apply to instruments 
submitted for recording on the Government Register. Sections 
7.1(b)-(d) and (f)-(i) contain language similar to that in §§ 3.21, 
3.28, 3.31, 3.34, 3.26, 3.27, and 3.41, respectively. 

Section 7.1(b), is added to provide that an instrument relating 
to a patent must identify the patent by the patent number, that 
an instrument relating to a national patent application must 
identify the national patent application by the application 
number (consisting of the series code and the serial number, 
e.g., 07/123,456) or the serial number and filing date, that an 
instrument relating to an international patent application which 
designates the United States of America must identify the inter- 
national application by the international application number 
(e.g., PCT/US90/01234), and that if an assignment is executed 
concurrently with, or subsequent to, the execution of the patent 
application, but before the patent application is filed, it must 
identify the patent application by its date of execution, name 
of each inventor, and title of the invention so that there can 
be no mistake as to the patent application intended. 

Section 7.1(c), is added to provide that each instrument sub- 
mitted to the PTO for recording must be accompanied by a 
cover sheet referring to those patent applications and patents 
against which the instrument is to be recorded, that one set of 
instruments and cover sheets to be recorded should be filed, 
and that if an instrument to be recorded is not accompanied 
by a completed cover sheet, the instrument and any incomplete 
cover sheet will be returned for proper completion of a cover 
sheet and resubmission of the instrument and a completed cover 
sheet. 

Section 7.1(d), is added to provide that each cover sheet 
must contain: (1) the name of the party conveying the interest; 
(2) the name and address of the party receiving the interest; 
(3) a description of the interest conveyed or transaction to be 
recorded; (4) each application number or patent number against 
which the instrument is to be recorded, or an indication that 
the instrument is filed together with a patent application; (5) 
the name and address of the party to whom correspondence 
concerning the request to record the instrument should be 
mailed; (6) the number of applications or patents identified in 
the cover sheet and the total fee; (7) the date the instrument 
was executed; (8) a statement by the party submitting the instru- 
ment that to the best of the person’s knowledge and belief, the 
information contained on the cover sheet is true and correct 
and any copy submitted is a true copy of the original instrument; 
and (9) the signature of the party submitting the instrument. 

Section 7.1(e), is added that each patent cover sheet required 
by paragraph (c) of this section seeking to record a govern- 
mental interest as provided by paragraph (a) of this section 
must: (1) indicate that the instrument is to be recorded on the 
governmental register, and. if applicable, that the instrument 
is to be recorded on the Secret Register. See § 7.7, and (2) 
indicate, if applicable, that the instrument to be recorded is not 
an instrument affecting title. See paragraph (j) of this section. 

Section 7.1 (f), is added to provide for the correction of 
errors in the cover sheet. Specifically, § 7.1(e), provides that 
an error in a cover sheet recorded pursuant to this Part will be 
corrected only if: (1) the error is apparent when the cover sheet 
is compared with the recorded instrument to which it pertains, 
and (2) a corrected cover sheet accompanied by the recording 
fee set forth in paragraph (i) of this section and either the 
original recorded instrument or a copy of the original recorded 
instrument is filed for recordation. 
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Section 7.1(g), is added to provide that the Office will accept 
and record non-English language instruments only if accompa- 
nied by a verified English translation signed by the individual 
making the translation. 

Section 7.1(h), is added to provide that instruments and cover 
sheets to be recorded should be addressed to the Commissioner 
of Patents and Trademarks, Box Assignment, Washington, D.C. 
20231. 

Section 7.1(i), is added to provide that all requests, except 
as provided by paragraph (j) of this section, to record instru- 
ments must be accompanied by the recording fee set forth in 
§ 1.21(h) of this chapter, and that the fee set forth in § 1.21(h) 
of this chapter is required for each application and patent against 
which the instrument is recorded as identified in the cover 
sheet. 

Section 7.1 (j), is added to provide that no fee is required for 
each patent application and patent against which an instrument 
required by Executive Order 9424 (3 CFR 1943-1948 Comp.) 
to be filed if: (1) the instrument does not affect title and is so 
identified in the cover sheet (see paragraph (e) of this section); 
and (2) the cover sheet is filed in a format approved by the 
Office. 


Response to Comments on the Rules 


A notice of proposed rulemaking to adjust certain patent and 
trademark fee amounts and to amend the requirements for 
recording an assignment to apply to documents forwarded for 
recording on the Government Register was published in the 
Federal Register on May 26, 1995, at 60 FR 27934, and in 
the Official Gazette of the United States Patent and Trademark 
Office on May 30, 1995, at 1174 OG 134. 

A public hearing was held June 29, 1995. Nine comments 
were received and considered in adopting the rules set forth 
herein. No oral testimony was presented. 


Comments: Two respondents stated that the proposed infla- 
tionary increase of patent and trademark fees is unnecessary 
because the PTO is already operating at a surplus. 

Response: Current PTO resources include carryover funds from 
fiscal year 1994. These carryover funds are partly unobligated 
balances to be carried forward, but primarily advanced fee 
payments for work to be done in fiscal year 1995. Furthermore, 
this carryover includes fee income generated from trademark- 
related products and services which, according to 35 U.S.C. 
42(c), may be used only for trademark-related activities. There- 
fore, to recover all costs associated with the processing of 
patent applications, and to remain consistent with the current 
rate of inflation, the PTO is increasing certain patent fees by 
3.2 percent as authorized by 35 U.S.C. 41(f). 

In addition, two trademark service fees were proposed to be 

increased. The adopted fee amounts will recover the average 
cost of providing the service as authorized by 35 U.S.C. 41(d), 
and will also remain consistent with the equivalent patent ser- 
vice fee amounts. 
Comments: Seven respondents objected to the proposal to 
amend the requirements for recording an assignment to apply 
to documents forwarded for recording on the Government Reg- 
ister. The respondents stated that not only are Government 
agencies required by Executive Order 9424 to forward an 
assignment to the PTO for recordation, but also the PTO lacks 
the authority under Title 35 of the United States Code to impose 
a fee for recording an assignment on the Government Register. 
Response: 35 U.S.C. 41(d)(1) provides that the Commissioner 
shall charge a fee of $40 per property for recording any docu- 
ment affecting title. An assignment is a document affecting 
title. Therefore, the Office must require a $40 recording fee 
for recording any assignment, even those being recorded on 
the Government Register. If a document to be recorded on the 
Government Register does not affect title and if it is accompa- 
nied by the appropriate cover sheet, then no fee is required. 


Other Considerations 


This final rule change is in conformity with the requirements 
of Executive Order 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501, et seq. This rulemaking contains no 
information collection within the meaning of the Paperwork 
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Reduction Act. This final rule has been determined not to be 
significant for purposes of Executive Order 12866. 

The PTO has determined that this final rule change has no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
the final rule change would not have a significant impact on 
a substantial number of small entities (Regulatory Flexibility 
Act, Pub. L. 96-354). The final rule change increases fees to 
reflect the change in the CPI as authorized by 35 U.S.C. 41(f). 
Further, the principal impact of the major patent fees has already 
been taken into account in 35 U.S.C. 41(h), which provides 
small entities with a 50-percent reduction in the major patent 
fees. 

A comparison of existing and new fee amounts is included 
as an Appendix to this notice of final rulemaking. 


Lists of Subjects 
37 CFR Part | 


Administrative practice and procedure, Inventions and 
patents, Reporting and record keeping requirements, Small 
businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 CFR Part 7 


Administrative practice and procedure, Inventions and 
patents, Reporting and record keeping requirements. 

For the reasons set forth in the preamble, the PTO is 
amending title 37 of the Code of Federal Regulations, Chapter 
1, Part 1, as set forth below. 


Part | - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | would continue to 
read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a), (b), (d), 
and (f) through (i), to read as follows: 


§$ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By. & Seppe Crmtity CG QUI) inning senna acevo sccdevanseses $375.00 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) .........:ccccceceseseseseseeeesereneees $39.00 
By other than a small entity 


2K KKK 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(If the additional fees required by paragraphs (b), (c), and 
(d) of this section are not paid on filing or on later presentation 
of the claims for which the additional fees are due, they must 
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be paid or the claims canceled by amendment prior to the 
expiration of the time period set for response by the Office in 
any notice of fee deficiency.) 


KK 


(f) Basic fee for filing each design application 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


TY GB SED CRY CGT) 6a acne senccnectecresnceseasannespi $39.00 
By other than a small entity 


KK 


3. Section 1.17 is amended by revising paragraphs (b) through 
(g), (j), (m) through (p), (r), and (s) to read as follows: 


§ 1.17 Patent application processing fees. 
KK A 


(b) Extension fee for response within second month pursuant 
to § 1.136(a): 


By a small entity (§ 1.9(f)) . 
By other than a small entity «0.0.0.0... ceeeeeeeeeeee $380.00 


(c) Extension fee for response within third month pursuant to 
§ 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant 
to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity .................cccccceeseeceeeees $290.00 


(f) In addition to the fee for filing a notice of appeal. for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small entity ..................cccsceeeeeeeeeees $290.00 


(g) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity ...........0..... cc ceseseeeeeees $250.00 


KKK 


(j) For filing a petition to institute a public use proceeding 
under § 1.292 $1,430.00 
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KKK 
(m) For filing a petition: 


(1) For revival of an unintentionally abandoned application, 
or 
(2) For the unintentionally delayed payment of the fee for 


issuing a patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(n) For requesting publication of a statutory invention registra- 
tion prior to the mailing of the first examiner’s action pursuant 
to § 1.104—$870.00 reduced by the amount of the application 
basic filing fee paid. 

(0) For requesting publication of a statutory invention registra- 
tion after the mailing of the first examiner's action pursuant 
to § 1.104—$1,740.00 reduced by the amount of the application 
basic filing fee paid. 


(p) For submission of an information disclosure statement under 
ab) IRE <a cere or ee nn Oeeeaeir e | Ee. $220.00 


KEKE 


(r) For entry of a submission after final rejection under 
§1.129(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(s) For each additional invention requested to be examined 
under § 1.129(b): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 


By a small entity (§ 1.9(f)) ................:escscecsseeseeeeeees $315.00 
By other than a small entity 


5. Section 1.19 is amended by revising paragraphs (a)(1)(ii), 
(a)(1 (iii), (b)(1)(i), and (b)(1)(ii) to-read as follows: 


§ 1.19 Document supply fees. 


KEKEK 


(a) OK 


(1) KEK 


KEKE 


(ii) Overnight delivery to PTO Box or 

overnight fax : 

(iii) Expedited service for copy ordered by expedited 
mail or fax delivery service and delivered to the customer 
within two workdays 


KEEKK 
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(b) EK 


(1) *** 


(i) Regular service 
(ii) Expedited regular service 


KK KK 


6. Section 1.20 is amended by revising paragraphs (c), (e) 
through (g), (i)(1), (i)(2), and (j) to read as follows: 


$ 1.20 Post issuance fees. 


KKK 


(c) For filing a request for reexamination 
Lo Ee” ERS RSE any ceo Speers opp RU ite $2,390.00 


KKK 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after-the original grant 


By a small entity (§ 1.9(f)) $1,495.00 
By other than a small entityw......:.........:.:.cecceeeeee $2,990.00 


KKK 
(i) *** 


(1) unavoidable 
(2) unintentional 


KEK 


(j) For filing an application for extension of the term of a patent 
(§ 1.740) 


7. Section 1.21 is amended by revising paragraph (a)(1) to read 
as follows: 


$ 1.21 Miscellaneous fees and charges. 


KK 


(a) EK 


(1) For admission to examination for registration to practice: 
fee payable upon application..................::cscceeseeeeeeeseeee $310.00 


KEKE 


8. Section 1.445 is amended by revising paragraph (a) to read 
as follows: 


§ 1.445 International application filing, processing and search 
fees. 


(a) The following fees and charges for international applications 
are established by the Commissioner under the authority of 35 
U.S.C. 376: 
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(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT Rule 

$220.00 

(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) 
where: 


(i) No corresponding prior United States national applica- 

tion with basic filing fee has been filed J 
(ii) A corresponding prior United States national applica- 

tion with basic filing fee has been filed $430.00 


(3) A supplemental search fee when required, per additional 
invention 


RR 


9. Section 1.482 is amended by revising paragraphs (a)(1)(i), 
(a)(1)(ii), and (a)(2)(ii) to read as follows: 


§ 1.482 International preliminary examination fees. 
(a) ORR 


(1) A preliminary examination fee is due on filing the 
Demand: 


(i) Where an international search fee as set forth in § 
1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority, a preliminary examination 


international application was an authority other than the United 
States Patent and Trademark Office, a preliminary examination 


(2) KE 


(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office 


RAK 


10. Section 1.492 is amended by revising paragraphs (a), (b), 
and (d) to read as follows: 


§ 1.492 National stage fees. 


2 KK 


(a) The basic national fee: 


(1) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity... 


(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office, but an international search fee as set 
forth in § 1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and Trademark Office as an 
International Searching Authority: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
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and Trademark Office and the international preliminary exami- 
nation report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see § 
1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application 
has been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KKK 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KKKKK 
Part 2 - Rules of Practice in Trademark Cases 


1. The authority citation for 37 CFR Part 2 would continue to 
read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (b)(1)(ii), 
(b)(1 (iii), (b)(2)(i), and (b)(2)(ii) to read as follows: 


§$ 2.6 Trademark fees. 
KK 
(b) OK 

( 1 ) ORK 


KK 


(ii) Overnight delivery to PTO Box or overnight 

(iii) Expedited service for copy ordered by expedited mail 
or fax delivery service and delivered to the customer within 
two work days 


KKK 
(2) OK 


(i) Regular service bi 
(ii). Expedited local service............22...........<seeceseseees $30.00 


RK KK 

Part 7 - Register of Government Interests in Patents 
1. The authority citation for 37 CFR Part 7 would continue to 
read as follows: 


Authority: E.0. 9424, February 18, 1944, 9 FR 1959; 3 CFR 
1943-1948 Comp. 


2. Section 7.1 is revised to read as follows: 
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a) Executive Order 9424 (3 CFR 1943-1948 Comp.) requires 
the several departments and other executive agencies of the 
Government, including Government-owned or Government- 
controlled corporations, to forward promptly to the Commis- 
sioner of Patents and Trademarks for recording all licenses, 
assignments, or other interests of the Government in or under 
patents or applications for patents. 


(b) An instrument relating to a patent must identify the patent 
by the patent number. An instrument relating to a national 
patent application must identify the national patent application 
by the application number (consisting of the series code and 
the serial number, e.g., 07/123,456) or the serial number and 
filing date. An instrument relating to an international patent 
application which designates the United States of America 
must identify the international application by the international 
application number (e.g., PCT/US90/01234). If an assignment 
is executed concurrently with, or subsequent to, the execution 
of the patent application, but before the patent application is 
filed, it must identify the patent application by its date of 
execution, name of each inventor, and title of the invention 
so that there can be no mistake as to the patent application 
intended. 


(c) Each instrument submitted to the Office for recording must 
be accompanied by at least one cover sheet as specified in 
paragraph (d) of this section referring to those patent applica- 
tions and patents against which the instrument is to be recorded. 
Only one set of instruments and cover sheets to be recorded 
should be filed. If an instrument to be recorded is not accompa- 
nied by a completed cover sheet, the instrument and any incom- 
plete cover sheet will be returned for proper completion of a 
cover sheet and resubmission of the instrument and a completed 
cover sheet. 


(d) Each cover sheet required by paragraph (c) of this section 
must contain: 


(1) the name of the party conveying the interest; 

(2) the name and address of the party receiving the interest; 

(3) a description of the interest conveyed or transaction to 
be recorded; 

(4) each application number or patent number against which 
the instrument is to be recorded, or an indication that the 
instrument is filed together with a patent application; 

(5) the name and address of the party to whom correspon- 
dence concerning the request to record the instrument should 
be mailed; 

(6) the number of applications or patents identified in the 
cover sheet and the total fee; 

(7) the date the instrument was executed; 

(8) a statement by the party submitting the instrument that 
to the best of the person’s knowledge and belief, the information 
contained on the cover sheet is true and correct and any copy 
submitted is a true copy of the original instrument; and 

(9) the signature of the party submitting the instrument. 


(e) Each patent cover sheet required by paragraph (c) of this 
section seeking to record a governmental interest as provided 
by paragraph (a) of this section must: 


(1) indicate that the instrument is to be recorded on the 
governmental register, and, if applicable, that the instrument 
is to be recorded on the Secret Register. See § 7.7. 

(2) indicate, if applicable, that the instrument to be recorded 
is not an instrument affecting title. See paragraph (j) of this 
section. 


(f) An error in a cover sheet recorded pursuant to this Part will 
be corrected only if: 


(1) the error is apparent when the cover sheet is compared 
with the recorded instrument to which it pertains, and 

(2) a corrected cover sheet accompanied by the recording 
fee set forth in paragraph (i) of this section and either the 
original recorded instrument or a copy of the original recorded 
instrument is filed for recordation. 


(g) The Office will accept and record non-English language 
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instruments only if accompanied by a verified English transla- 
tion signed by the individual making the translation. 


(h) Instruments and cover sheets to be recorded should be 
addressed to the Commissioner of Patents and Trademarks, 
Box Assignment, Washington, D.C. 20231. 


(i) All requests to record instruments must be accompanied by 
the appropriate fee. Except as provided in paragraph (j) of this 
section, a recording fee set forth in § 1.21(h) of this chapter 
fee is required for each application and patent against which 
the instrument is recorded as identified in the cover-sheet. 


(j) No fee is required for each patent application and patent 
against which an instrument required by Executive Order 9424 
(3 CFR 1943 - 1948 Comp.) to be filed if: 


(1) the instrument does not affect title and is so identified 
in the cover sheet (see paragraph (e) of this section); and 

(2) the cover sheet is filed in a format approved by the 
Office. 


BRUCE A. LEHMAN 
Secretary of Commerce and 
Commissioner of Patents and Trademarks 


August 4, 1995 


[1177 TMOG 171] 


TRADEMARK POST REGISTRATION 


(170) Trademark Rule 2.165 Requirement 
Where A Section 8 Affidavit Or 


Declaration Is Held Insufficient 


Several recent Petitions to the Commissioner have indicated 
a failure on the part of registrants and their attorneys to follow 
the requirements of Trademark Rule 2.165. Therefore, 
reviewing certain basic elements of this rule is considered 
timely so as to alert registrants and attorneys to technical errors 
which might lead to the cancellation of a valuable trademark 
registration. 

Part (a) of Rule 2.165 indicates that the examiner will notify 
the registrant when an affidavit or declaration of use under 
Section 8 of the Statute is insufficient and the reasons therefor. 
When the registrant wishes the examiner to reconsider the 
affidavit or declaration, or when the registrant has taken addi- 
tional steps to rectify the deficiencies and desires to have the 
examiner reconsider the affidavit or declaration in light of those 
steps, the request for reconsideration must be submitted within 
6 months of the date of mailing of the notice of insufficiency. 

Note, however, that a supplemental or substitute affidavit or 
declaration required by Section 8 cannot be considered.unless 
it is received before the expiration of the six year anniversary 
of the registration. Consequently, registrants should file their 
affidavits as early as possible during the sixth year following 
registration. 

There are situations where correcting the deficiency in the 
affidavit or declaration requires recording an assignment with 
the Assignment Division of this Office. If the recording cannot 
be completed within 6 months, the registrant must at least 
respond to the examiner’s notice of insufficiency within that 
period. The response must indicate the steps being taken to 
correct the deficiency. The examiner can then allow the regis- 
trant additional time or suspend action depending on the circum- 
stances. Registrants must always observe the “six month 
response” period whenever responding to the examiner from 
an adverse action. 

Part (b) of Rule 2.165 permits a registrant to request the 
Commissioner to review the action of the examiner when he 
is dissatisfied with that action. Review by the Commissioner 
should be sought only where it is believed that the examiner 
has erred in his action. In other words, the Commissioner's 
role is to review the correctness of the examiner’s action and 
not to serve as an alter ego of the examiner before whom the 
registrant may seek to correct deficiencies. 
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When review by the Commissioner has been sought, the 
decision on that request constitutes the final action of the Patent 
and Trademark Office. If no review by the Commissioner is 
sought and if no request for reconsideration of an examiner’s 
action is timely filed, the Commissioner will notify the regis- 
trant of the deficiency in the affidavit or declaration after the 
sixth year has expired. Such notice is never mailed prior to the 
expiration of the sixth year following registration nor until a 
reasonable time has elapsed following a six month period from 
the last action mailed by this Office. This notice constitutes 
the final action of the Patent and Trademark Office in those 
cases where the Commissioner's review has not been sought. 
Once this notice has been mailed, it is too late (under the Rules 
of Practice) to request the Commissioner to review the action 
of the examiner. Review would only be proper if an affiant 
could show circumstances sufficient to suspend the finality 
element of Rule 2.165(b) pursuant to Rule 2.148. 

Registrants will be held to strict compliance with Rule 2.165 
as it has been briefed above. Therefore, parties are urged to 
respond fully as soon as possible after an action is received 
from the examiner. 


BERNARD A. MEANY 
Assistant Commissioner 
for Trademarks. 


Dec. 12, 1977 


[966 TMOG 80] 


(171) Late-Filed Renewal Fees 

Sections 9 and 31 of the Lanham Act (15 U.S.C. §§ 1095 
and 1113) require that an additional five dollar ($5.00) fee be 
submitted by a registrant who files a renewal application during 
the three-month period following expiration of its registration. 
The language of the statute requires that this additional fee be 
submitted within the three-month grace period. A number of 
registrants who have failed to submit the additional fee within 
the prescribed period have petitioned the Commissioner to 
allow their renewal applications. The Commissioner has 
granted petitions of this kind where the registrant or its attorney 
maintained a Patent and Trademark Office deposit account 
which contained, on the date the renewal application was filed, 
sufficient funds to cover the additional fee. Specifically, the 
Commissioner has exercised discretion under Trademark Rules 
2.146(a)(3) and 2.147 to deem the authorizations to charge the 
deposit accounts to have taken place at the time the registrants 
filed their renewal applications, even though the authoriza- 
tions were not confirmed until a later date. This Office policy 
was established by the Commissioner’s decision in Jn re Ralston 
Purina Co., 191 USPQI54 (Comr. Pats. 1976). 

The policy established by the Ralston Purina decision is 
being changed. Henceforth, the Commissioner will no longer 
exercise discretion to charge deposit accounts nunc pro tunc 
for trademark renewal application fees. To allow an authoriza- 
tion to charge a deposit account to relate back to a date on 
which no actual authorization existed is, in effect, to allow late 
payment. It is inequitable to permit those registrants who have 
deposit accounts (or those whose attorneys have such accounts) 
to make late payment of renewal fees, while those without 
deposit accounts may not. 

Petitions relying on Ralston Purina will, after the date of 
this notice, be denied, unless the events that gave rise to those 
petitions occurred before publication of this notice. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Feb. 20, 1981 


[1004 TMOG 29] 


(172) Renewal Applications and 


Section 8 Affidavits 


There has been a noticeable increase in the number of peti- 
tions requesting provisional acceptance of defectively executed 
Section 8 Affidavits and Renewal Applications under 35 U.S.C. 
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§ 26, the most common problem being a lack of notarization 
or a Rule 2.20 declaration. Often, such petitions are necessitated 
by the failure of registration owners to file the documents early 
enough to leave time in which to correct should they prove 
defective. 

Section 8 Affidavits may be filed beginning with the fifth 
anniversary of the registration. The period for filing expires 
on the sixth anniversary of the registration. The period for filing 
Renewal Applications begins six months before the twentieth 
anniversary of the registration and extends three months beyond 
the expiration of the twenty year term. While the Post Registra- 
tion Division may allow up to six months to respond to a notice 
of defect, it may not allow corrective action beyond the period 
for filing established by the Trademark Acct. It is therefore in 
the registrant’s best interest to file such documents as close to 
the opening date as possible to allow time for correction, if 
necessary. Provisional acceptance under 35 U.S.C. § 26 has 
been, and will continue to be, given narrow application. Regis- 
trants should not rely on 35 U.S.C. § 26 as a means of acquiring 
an extension of time. 

We have also become aware of many delays caused by 
defects in the chain of title. Registrants are encouraged to keep 
Patent and Trademark Office assignment records current with 
regard to ownership of registrations. 

The filing of Post Registration documents at the earliest date 
and mainten ance of assignment records will help to avoid 
the cancellation or expiration of registrations of trademarks 
currently in use, and will result in a savings of time and expense 
for both the registrant and the Patent and Trademark Office. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Apr. 19, 1983 


[1030 TMOG 37] 


(173) Trademark Examining Operation 

Effective Dec. 1, 1983, all requests presented to the Patent 
and Trademark Office under the provisions of Section 7 of the 
trademark statute (15 U.S.C. 1057) will be considered by the 
Post Registration Section of the Trademark Examining Opera- 
tion. 

Necessary telephone inquiries concerning procedure or status 
should be directed to 703-557-1986. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Dec. 2, 1983 


[1038 TMOG 256] 


(174) Helpful Hints 

Trademark Post Registration - Failure to Specify Type of 
Commerce in Section 8 Affidavits or Declarations—Section 
8(a) of the Trademark Act requires that before the end of 
the sixth year following registration, an affidavit must be 
filed showing that the “mark is in use in commerce.” [15 
U.S.C. 1058a]. 

The Trademark Rules require that all Section 8(a) affida- 
vits or declarations “state that the registered mark is in use 
in commerce and specify the nature of such commerce.” [37 
C.F.R. Section 2.162(e)]. 

The affidavit or declaration must be filed between the fifth 
and sixth year following the date of registration and it must 
contain a statement that the “mark is in use in commerce,” 
with evidence thereof. There may be no extensions of time 
beyond the sixth year for submission of this state- ment and 
evidence of use of the mark in commerce. However, if the 
timely-filed affidavit or declaration does not set forth the 
type of commerce, the registrant will be given six months 
to submit that information even though the sixth year may 
have expired. The rules do not provide for any further exten- 





1194 TMOG 470 
(175) 
sions of time beyond the six months. (Carlisle Walters, 703- 
557-3061) 


Backlogs in Trademark Renewals and Section 8 Affidavits 
and Declarations—Registrants are advised that a backlog 
currently exists in the processing of Trademark Renewals 
and Section 8 affidavits and declarations. While the Patent 
and Trademark Office conducts a preliminary review of crit- 
ical elements in order to notify registrants of statutory defi- 
ciencies prior to the expiration of the statutory period for 
the submission of required documents, the ultimate responsi- 
bility for complying with the requirements of the statute and 
the rules rests with the registrant. (Carlisle Walters,703-557- 
3061) 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


July 1, 1988 


[1092 TMOG 11] 


Section 8 Requirements 
For Trademark Registrations 


Any registrant who files in the Patent and Trademark Office, 
on or after November 16, 1989, an affidavit or declaration 
under Section 8 of the Trademark Act will be required to 
comply with the requirements of the Trademark Law Revision 
Act of 1988 [Title | of Pub. L. 100-667, 102 Stat. 3935 (15 
U. S. C. 1051)], which takes effect on November 16, 1989. 
The Trademark Law Revision Act amends 15 U. S. C. 1058(a) 
by adding the requirement that a registrant submit an affidavit 
“setting forth those goods or services recited in the registration 
on or in connection with which the mark is in use in commerce 
and attaching to the affidavit a specimen or facsimile showing 
current use of the mark....” 

For Section 8 affidavits or declarations filed on or after 
November 16, 1989, the Patent and Trademark Office will 
require registrants to specify the goods and services to which 
the Section 8 affidavit or declaration pertains. The registrant 
may comply with the requirement for specification of its goods 
and services by listing each of the goods and services to which 
the Section 8 affidavit or declaration pertains or by making an 
all-encompassing reference to the goods and services recited 
in the registration (e.g., “The mark is in use in connection with 
all the goods and services recited in the registration.” or The 
mark is in use in connection with all the goods and services 
recited in the registration, with the exception of ...”. The Patent 
and Trademark Office prefers that the registrant use an all- 
encompassing reference to its goods and services as the method 
of specification, especiallly where the mark is registered for 
numerous goods and services. 

If the registrant fails to file, before the end of the sixth year 
following registration, a Section 8 affidavit or declaration that 
sets forth goods and services in connection with which the 
mark is in use, the registration will be cancelled. Similarly, those 
goods or services recited in the registration but not specified in 
a Section 8 affidavit or declaration filed before the end of 
the sixth year following registration will be deleted from the 
registration. After the end of the sixth year following registra- 
tion, the Patent and Trademark Office will not accept a substi- 
tute Section 8 affidavit or declaration filed to correct registrant's 
failure to specify, or to specify completely, the goods and 
services on or in connection with which the mark is in use. 

A Section 8 affidavit or declaration filed on or after 
November 16, 1989 must include a specimen or facsimile 
showing current use of the registered mark. The registrant will 
be required to file one specimen or facsimile for each class of 
goods or services to which the registration pertains. For a single- 
class registration covering multiple goods or services, only one 
specimen or facsimile showing current use of the mark on one 
of the goods or services in that class will be required. Similarly, 
for a mulitiple-class registration, the registrant will be required 
to file, for each class of goods or services covered by the 
multiple-class registration, one specimen or facsimile showing 
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current use of the mark on one of the goods or services in that 
class. 

If the registrant fails to file, before the end of the sixth year 
following registration, an affidavit or declaration that includes 
a proper specimen or facsimile for each class of goods or 
services to which the registration pertains, the registration will 
be cancelled as to that class of goods or services. After the 
end of the sixth year following registration, the Patent and 
Trademark Office will not accept a substitute Section 8 affidavit 
or declaration filed to correct the omission of a proper specimen 
or facsimile. 
June 15, 1989 Jeffery M. Samuels 
Assistant Commissioner for Trademarks 


[1104 TMOG 22] 


(176) Renewal of Trademark Registrations 


(Revised) 


This supersedes the notice that appeared in the Official 
Gazette on May 2, 1989; (1102 TMOG 5): 

The Trademark Law Revision Act of 1988 [Title | of Pub. 
L. 100-667, 102 Stat. 3935 (15 U.S.C. 1051)], which takes 
effect on November 16, 1989, amends 15 U.S.C. 1059(a) to 
reduce the renewal term of a registration from twenty years to 
ten years from the end of the expiring period of the registration. 

Any registration whose expiration date is prior to November 
16, 1989, shall be renewed, upon proper application, from the 
end of the expiring period for: 


(a) twenty years if the renewal is granted prior to November 
16, 1989, or 

(b) ten years if the renewal is granted on or after November 
16, 1989, regardless of the renewal application filing date. 


Any registration whose expiration date is on or after 
November 16, 1989, shall be renewed, upon proper application, 
for ten years from the end of the expiring period, regardless 
of the renewal application filing date. 

The present practice of notification of renewal will continue. 
However, the updated renewal certificate issued by the PTO 
will be modified to specifically indicate the length of the 
renewal period. The notice of renewal appearing in the Trade- 
mark Official Gazette will be modified to indicate the date of 
the acceptance of renewal. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


August 16, 1989 


{1106 TMOG 25] 


TRADEMARK INFORMATION AND 
CORRESPONDENCE 


(177) Powers of Attorney in Registered 


Trademark Files 


On and after Feb. 1, 1967, communications advising of 
changes in the powers of attorney for registered trademarks 
will be placed in the registration files, but will not be acknowl- 
edged by the Patent Office. The information will thus be avail- 
able to those who inspect the files, but since these powers of 
attorney do not directly concern the Patent Office, acknowledg- 
ments are not believed to be necessary. 


C.M. WENDT 
Director 


Jan. 30, 1967 


[835 TMOG 95} 
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(178) Patent and Trademark Office Services 

In order to provide improved services to trademark appli- 
cants, registrants, and the general public, the Patent and Trade- 
mark Office plans to implement a pilot program called the 
“Trademark Assistance Center.” The Center will provide gen- 
eral information about the trademark registration process and 
will respond to inquiries pertaining to the status of specific 
trademark applications and registrations. The location of the 
Center is 2900 Crystal Drive, 4B10, Arlington, Va. 22202- 
3513. Assistance may be obtained in-person or by dialing (703) 
308-9000, Monday through Friday, 8:30 a.m. to 5:00 p.m. 
Eastern time, except holidays. Opening of the Center is planned 
for October 3, 1994. Please note that personal assistance con- 
cerning trademark as well as patent matters will continue to 
be available at 308-HELP and recorded information will con- 
tinue to be available at (703) 557-INFO. Also, automated infor- 
mation about the status of trademark applications and 
registrations will continue to be available at (703) 305-8747. 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


September 7, 1994 
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(179) Initial Processing of Application 

On Feb. |, 1972, the operations of the Trademark Application 
Section of the Patent Office will be reorganized. The purpose 
of the reorganization is to provide the public and applicants with 
more current information concerning newly filed applications. 

The prompt initial processing of trademark applications is 
necessary in order to fulfill one of the main Patent Office 
functions, that of producing a record, accessible to the public, 
of new trademark activity to facilitate the clearance of new 
marks for use, determine the registrability of proposed marks, 
and avoid conflicts with the rights of others. In order to maintain 
a record of marks applied for which reflects the most current 
information available to the Office concerning them, the early 
processing of drawings in order to have them placed in the 
search room is considered as a first priority. The processing 
of these drawings includes the assignment of serial numbers, 
initial classification, duplication of the drawing and the for- 
warding of copies of the drawing to the search room. Other 
functions which are necessary in the processing of applications, 
such as the processing and mailing of filing receipts, are sec- 
ondary to the processing of drawings. 

In past years, there have been delays in processing applica- 
tions and forwarding application drawings to the search room. 
These delays have varied from several weeks to several months. 
In view of the importance, both to applicants and the public, 
of recording essential information concerning newly filed appli- 
cations as quickly as possible, a reorganization of the workflow 
in the Application Section is being effected. 

There is no change in the processing of applications through 
the mail room and finance branch to the Application Section. 
However, under the new plan, upon receipt in the Trademark 
Application Section, all applications will be stamped with a 
serial number, and the drawing of the mark wi!l be reproduced 
immediately and placed in the search file. This processing will 
occur as soon as the application files reach the Application 
Section. Such procedures as determining whether or not an 
application will receive a filing date, preparation of the file 
jackets, and mailing of the filing receipt will take place at a 
later time. 

Applicants who wish to be notified promptly of the date 
their papers were received in the office and their serial number, 
may send two self-addressed postcards with their application 
papers. The mail room will stamp both postcards with the date 
of receipt and return one to the applicant; the second postcard 
will be stamped with the serial number and forwarded to the 
applicant from the Application Section. The postcards should 
contain the applicant’s name and the trademark which is the 
subject of the application. When more than one set of applica- 
tion papers are forwarded under one cover, postcards should 
be attached to each set of papers for which a receipt is desired. 
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Under the new system of processing application papers, your 
particular attention is directed to the following changes as 
compared to the present procedure. 

1. Application drawings will be placed in the public search 
file prior to the mailing of the filing receipt. 

2. By using the postcard system described above, applicants 
will be notified sooner of the date of receipt of their papers 
and the serial number of their application. Applicants are 
encouraged to use the postcard system. 

3. Additional papers sent in by the applicant or attorney 
should be identified by serial number, thereby enabling the 
office to process these papers quickly. 

4. When an application is accompanied by a petition to the 
Commissioner under § 2.146, the petition will not be considered 
until processing by the Application Section is complete. 

Effective date.The procedure outlined in this notice will 
become effective Feb. 1, 1972. 


RICHARD A. WAHL 
Acting Commissioner of Patents 


Jan. 11, 1972 


JAMES H. WAKELIN, JR. 
Assistant Secretary for 
Science and Technology 


Published in 37 F.R. 942; Jan. 21, 1972 


[895 O.G. TM 193] 


(180) Dissemination Of Trademark Information 

In order to clarify the policy regarding Trademark Examiners 
giving out Trademark information to the general public, the 
following directive has been promulgated: 


Trademark Examiners are reminded that they may only be 
responsive to questions regarding applications pending before 
them. All other questions regarding Trademark matters must be 
directed to the Director of the Trademark Examining Operation, 
703-557-3268. 


BERNARD A. MEANY 
Assistant Commissioner 
for Trademarks 


Feb. 15, 1978 


[968 TMOG 9] 


(181) Responsibility to Diligently Monitor 


Trademark Applications and Registrations 


The purpose of this notice is to remind trademark applicants 
and registrants of their responsibility to monitor the status of 
their application or registration in cases where a notice or action 
from the PTO is expected; and to apprise these parties that the 
Trademark Manual of Examining Procedure, (TMEP), will be 
revised to indicate that inquiries regarding the status of pending 
matters should be made within six months of the filing or 
receipt of any document for which further action by the Office 
is expected. 

The TMEP is under revision in its entirety. As a part of 
that revision, Section 411, entitled “Status Inquiries,” will be 
amended. The current language of § 411 indicates that a party 
awaiting action by the Office should file a status inquiry within 
eighteen months from the filing date of the application, or from 
the filing of a response to an Office action. This eighteen- 
month period was based on Office pendency in 1971, which 
was approximately fourteen months to mailing of the first Office 
action. Currently, the Office is mailing first actions within three 
months. Accordingly, the eighteen month period is no longer 
appropriate and is being reduced to six months to more realisti- 
cally reflect Office pendency. Adoption of a six-month due 
diligence standard may have implications with respect to filing 
petitions and requests for other relief. 
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The Office of the Assistant Commissioner for Trademarks 
receives a number of requests to reactivate applications and 
registrations occasioned by the loss of papers mailed to or from 
the PTO. In many of these cases, the applicant or registrant 
may have proof that papers mailed to the PTO were actually 
received, or can aver that notices sent from the PTO were never 
received. However, in some of these cases the request will be 
denied because the party seeking relief has waited too long 
before investigating the problem. The rationale for denial is 
that third parties may have relied to their detriment on the 
information available in the PTO files and databases that an 
application was abandoned or that a registration has been can- 
celled or expired. 

The PTO generally processes applications, responses and 
other papers in the order in which they are received in the 
Office. Accordingly, applicants and registrations can expect to 
receive notice concerning these filings within predictable time 
periods. For example, a party filing an application for registra- 
tion should expect to receive a filing receipt within four to six 
weeks and, in most cases, a “first action” within four to five 
months of the date of filing. Similarly, a registrant should 
expect to receive a notice of acceptance or rejection of a Section 
8 affidavit of use or excusable nonuse within four to five months 
of submission, and a notice of acceptance or rejection of a 
renewal application within two to three months of submission. 
Only in rare cases would any of these time periods be longer 
than six months. 

Since it is reasonable to expect some notice from the PTO 
about a pending matter within six months of the filing or receipt 
of any document, a party who has not received the expected 
written action or telephone call from the PTO within that time 
frame should be put on notice that the filing may have become 
lost. The party awaiting notification has the burden of inquiring 
as to the cause of the delay. In order to be considered diligent 
in the monitoring of its application or registration, the party 
expecting notification from the PTO should inquire within 
six months. Waiting until the end of the six-month period is 
not recommended. Parties should inquire as soon as they suspect 
that a problem exists. 

Written status inquiries are discouraged. Whenever possible, 


status inquiries should be made by calling the Trademark Status 
Line, at (703) 305-8747 through 8752. The Status Line provides 
the current status and status date of all active federal applica- 
tions and registrations, and is available from 6:30 a.m. until 
midnight, Eastern Time, Monday through Friday. 


Examples of Situations Requiring Diligent Action 


Applicant/registrant files an application, Section 8 affidavit, 
or Section 9 renewal application, accompanied by an acknowl- 
edgment postcard: 

(a) No acknowledgement postcard, filing receipt or other 
acknowledgment is received within a reasonable time. 

Diligent Action: Inquire within six months of mailing of 
the document to PTO. 

(b) Acknowledgement post card received but no filing receipt 
or other acknowledgment is received within a reasonable time. 

Diligent Action: Inquire within six months of receipt of 
the acknowledgement postcard. 

(c) A filing receipt for the application is received but no 
Office action, telephone call from the examining attorney, or 
notice of publication is received within a reasonable time. 

Diligent Action: Inquire within six months of receipt of 
the filing receipt. 

(d) A response to an Office action is mailed to the PTO but 
no further Office action, telephone call, notice of publication, 
or other acknowledgment is received within a reasonable time. 

Diligent Action: Inquire within six months of mailing of 
the response. 

(e) A notice of publication is received for an application 
under Section I(b), 15 U.S.C. § 1051(b) but no Notice of 
Allowance or notification of potential opposition is received 
within a reasonable time. 

Diligent Action: Inquire within a six months of receipt 
of the notice of publication. 

In the event that the party discovers that its application or 
registration is no longer active, or that a required paper has 
not been received by the PTO, the applicant or registrant should 
promptly file a petition to the Commissioner or take other 
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appropriate action to rectify the situation. The time limits for 
filing petitions are strictly applied. A certificate of mailing in 
accordance with Trademark Rules 1.8 or 1.10, 37 C.F.R. §§ 
1.8 or 1.10, is recommended. 

To summarize, applicants and registrants have a duty to 
monitor the status of their applications and registrations. If 
nothing has been heard from the PTO within a six month period, 
the party awaiting notification has the burden of inquiring as 
to the status. Status inquiries should be made via the Trademark 
Status Line. Should the status inquiry reveal that the relevant 
document is lost, or some other problem exists, a petition to 
the Commissioner or other required action should be filed 
within 60 days. Trademark Rule 2.146(d), 37 C.F.R. § 2.146(d). 
Failure to act diligently and follow up with the appropriate 
action may result in denial of the requested relief. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Oct. 2, 1992 


[1143 TMOG 73] 


(182) Notice of Policy Change - Change in Time 
Requirement For Diligently Monitoring 


Trademark Applications and Registrations 


The timeliness standard for due diligence in trademark cases 
is extended to twelve months. 

On October 27, 1992, the Assistant Commissioner for Trade- 
marks announced that applicants and registrants had a duty to 
monitor the status of their pending trademark application and 
registration matters every six months. 1143 TMOG 73 (October 
27, 1992); see Trademark Manual of Examining Procedure, § 
413 (2d ed. May 1993). In response to public comment, and 
effective immediately, the Office is extending the timeliness 
standard for due diligence to twelve months. 

The PTO generally processes applications, responses and 
other papers in the order in which they are received in the 
Office. In addition, examining attorneys are required to act on 
new cases within 14 days of receipt and amended cases within 
21 days of receipt. Accordingly, applicants and registrants can 
expect to receive notice concerning their filings within predict- 
able time periods. However, delays in processing certain types 
of trademark filings have led the Office to re-evaluate its policy 
regarding due diligence in trademark cases. 

Since it is reasonable to expect some notice from the PTO 
about a pending matter within twelve months of the filing or 
receipt of any documents, a party who has not received the 
expected written action or telephone call from the PTO within 
that time frame is considered on notice that the filing may have 
become lost. The party awaiting notification has the burden of 
inquiring as to the cause of the delay. In order to be considered 
diligent in the monitoring of applications or registrations, par- 
ties expecting notification from the PTO should inquire within 
twelve months. Waiting until the end of the twelve-month 
period is not recommended. Parties should inquire as soon 
as they suspect that a problem exists. 

If nothing has been received from the PTO within a twelve- 
month period, the party awaiting notification has the burden 
of inquiring as to the status. Should the status inquiry reveal 
that the relevant document is lost, or some other problem exists, 
a petition to the Commissioner, or other required action, should 
be filed within 60 days. 37 CFR § 2.146(d). Failure to act 
diligently and to follow up with the appropriate action may 
result in denial of the requested relief. 

Whenever possible, status inquiries should be made by 
calling the Trademark Status Line at (703) 305-8747. The Status 
Line provides the current status and status date of all active 
federal trademark applications and registrations, and is avail- 
able from 6:30 a.m. until midnight, Eastern Time, Monday 
through Friday. Status Line information is limited to Status 
Code items, e.g., whether or not an Office action has been 
mailed. 

Although written status inquiries are discouraged, they may 
be appropriate when a party has difficulty interpreting the Status 
Line information. In lieu of written status inquiries, clarification 
and additional information regarding a file may be obtained 
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by contacting the Trademark Assistance Center at (703) 308- 
9000. 


For further information regarding this Notice, please contact 
Nancy Omelko, Administrator for Petitions, Office of the Assis- 
tant Commissioner for Trademarks, at (703) 308-8910, ext. 39. 


December 9, 1996 PHILIP G. HAMPTON, II 


Assistant Commissioner for Trademarks 


[1193 TMOG 106] 


(183) Availability of Trademark Status Line 

Beginning on Feb. 20, 1990, the U.S. Patent and Trademark 
Office provided access, via push button telephone, to current 
status and status date information for all federal trademark 
application and registration records maintained in the automated 
Trademark Reporting and Monitoring (TRAM) System. The 
Trademark Status Line will be available on (703)557-8747 
from 6:30 a.m. until midnight, Eastern Time, Monday through 
Friday. 

The Trademark Status Line may be used from any push 
button telephone by entering a seven-digit registration number 
and the “#” symbol or an eight-digit serial number and the “#” 
symbol after the welcoming message and the tone. All calls 
will be answered in the order received. Callers may request 
information for up to five serial number or registration number 
records per call. 

When requesting information for registration numbers under 
one million, add sufficient leading zeros to the registration 
number so that a total of seven digits are entered. For example, 
to get status information for Reg. No. 88,725 enter 0088725#. 

When requesting information for applications, enter an eight- 
digit serial number that consists of the two-digit series code 
followed by the six-digit serial number PTO. The series code is 
determined by the filing date of the application. All applications 
filed before Mar. 31, 1905 are series code 70. Applications 
filed between Apr. 1, 1905 and Dec. 31, 1955 are series code 
71. Applications filed between Jan. 1, 1956 and Aug. 31, 1973 
are series code 72. Applications filed between Sept. 1, 1973 
and Nov. 15, 1989 are series code 73. All applications filed 
on or after November 16, 1989 are series code 74. 

When requesting information for serial numbers under 
100,000 in any series code, add sufficient leading zeros to the 
serial number so that a total of six digits are entered after the 
series code. For example, to get status information for serial 
number 92,132 in series code 73, enter 73092132#. 

The TRAM System contains records for all active federal 
trademark registration and pending applications. The TRAM 
System also contains records for all federal trademark registra- 
tions and applications which became inactive after Mar. 31, 
1982. Some earlier inactive records are also available. 

The Trademark Status Line will provide current status infor- 
mation for all federal trademark application and registration 
records included in the TRAM System. The date that the record 
entered the current status is provided also. If additional informa- 


Status 


Text 


Status 


Code 


600 
601 Abandoned-Express 
602 Abandoned-Failure to Respond 


603 Abandoned-Afiter ex parte Appeal 
Abandoned-After inter partes decision 


604 
605 Abandoned-After Publication 
606% 


U.S. PATENT AND TRADEMARK OFFICE 


Abandoned-Incomplete Response 


Abandoned-No Statement of Use filed 
Abandoned-Defective Statement of use 
608 Abandoned-After Petition Decision 

609 Abandoned-Defective Divided Application 
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tion regarding the status of a trademark application or registra- 


tion is required, call the Trademark Services division at 
(703)557-5249 and request a status check. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Feb. 8, 1990 


{1112 TMOG 49] 


(184) New Telephone Numbers for the 


Trademark Status Line 


On November 18, 1991, the local telephone company in 
Arlington, Va. will change many of the telephone numbers 
used by the U.S. Patent and Trademark Office, including the 
numbers for the Trademark Status Line. Effective on that date, 
the new telephone numbers for the Trademark Status Line will 
be (703) 305-8747 through (703) 305-8752. 

The Trademark Status Line provides access, via touch tone 
telephone, to current status and status date information for all 
federal trademark application and registration records main- 
tained in the automated Trademark Reporting and Monitoring 
(TRAM) System. The Trademark Status Line is available from 
6:30 a.m. until midnight, Eastern Time, Monday through 
Friday. 

The Trademark Status Line may be used from any touch 
tone telephone by entering a seven-digit registration number 
and the “#” symbol or an eight-digit serial number and the “#” 
symbol after the welcoming message and the tone. All calls 
will be answered in the order received. Callers may request 
information for up to five serial number or registration number 
records per call. If additional information regarding the status 
of a trademark application or registration is required, call the 
Office of Trademark Services at (703) 308-9400 and request 
a status check. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Oct. 23, 1991 


[1132 TMOG 33] 


(185) TRADEMARK STATUS INFORMATION 
AVAILABLE ON THE TRADEMARK STATUS LINE 


The Trademark Status Line (703) 557-8747 provides status 
and status date information for all Trademark applications and 
registrations to users with touch tone telephones. The Trade- 
mark Status Line is available from 6:30 A.M. to midnight 
(Eastern Standard Time), Monday through Friday. 

The following is a listing of the status text provided by the 
Trademark Status Line for each corresponding status code in 
the TRAM system and the usual location of the file when it 
is in each status. All information in parenthesis is explanatory 
and is not part of the status text. All status codes followed by 
a “*” are within the blackout period for filing Amendments to 
Allege Use in Intent to Use applications. All status codes fol- 
lowed by a “*” apply to Intent to Use applications only. 


Usual File 
Location 


Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
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Status Status Usual File 


Code Text Location 


612 Petition to Revive-received TMEO Dir 
614 Abandoned-Petition to revive denied Warehouse 
616 Revived-Awaiting Further Action Law Office 
618 Abandoned File-Backfile Warehouse 
(Indicates the application existed when the TRAM 
database was created and it is abandoned but the 
reason for the abandonment is unknown.) 
Backfile application added to database 
Status not recorded. 
(Indicates the application existed when the TRAM 
database was created and the status is unknown at 
this time.) 
Misassigned Serial Number File Cover 
(Indicates that the subject serial number was assigned Destroyed 
in error and cancelled. File contents were returned 
to submitter or transferred to another serial number.) 
Registered-Backfile Warehouse 
(Indicates the registration existed when the TRAM 
database was created and remains registered at this 
time.) 
Registration added to the data base Warehouse 
Status unclear 
(Indicates the registration status is unknown at this 
time.) 
Registered-Backfile cancelled or expired Warehouse 
(Indicates the registration is no longer active but the 
reason for this is unknown.) 
New Application-Record initialized not assigned to Law Office 
examiner 
New Application-Divided-Initial processing ITU Unit 
(Indicates a divisional request has been received and 
is being processed.) 
Informal Application Pre-Exam 
(Indicates that the application filed was incomplete.) 
New Application-Assigned to an examiner Law Office 
Non-final action counted-Not mailed Law Office 
Non-final action-Mailed Law Office 
Previous action/approval count withdrawn Law Office 
(Indicates the Examiner has withdrawn an Office 
Action or approval.) 
Final refusal counted-Not mailed Law Office 
Final refusal-Mailed Law Office 
Examiner’s amendment counted-Not mailed Law Office 
Examiner’s amendment-Mailed Law Office 
Action continuing Final counted-Not mailed Law Office 
Action continuing Final-Mailed Law Office 
Suspension inquiry counted-Not mailed Law Office 
Suspension inquiry-Mailed Law Office 
Suspension letter counted-Not mailed Law Office 
Suspension letter-Mailed Law Office 
Report completed suspension check-Case still sus- Law Office 
pended 
Response after non-Final action-Entered Law Office 
Response after Final rejection-Entered Law Office 
Notice of unresponsive amendment-Counted Law Office 
Notice of unresponsive amendment-Mailed Law Office 
Refusal withdrawal letter-Counted Law Office 
(Refers to an Office Action. which withdraws a 
refusal after an ex parte appeal-has been filed.) 
Refusal withdrawal letter-Mailed Law Office 
(Refers to an Office Action which withdraws a 
refusal after an ex parte appeal has been filed.) 
Reinstated-Awaiting further action Law Office 
(Refers to an application which was reinstated after 
an abandonment due to PTO error.) 
Approved for publication Law Office 
(By the examiner) 
Publication/Registration. review. complete Pub. and Issue 
(By the Law Office Clerk) 
Published for Opposition Pub. and Issue 
Notice of Allowance-Issued ITU Unit 
Notice of Allowance-Withdrawn Pub. and Issue 
Notice of Allowance-Caneélled Pub. and Issue 
Withdrawn from publication 
Withdrawn from registration-Jurisdiction restored Law Office 
(To Examiner) 
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Status 
Code 


694* 
700 
701 
702 
703 
704 
705 
710 
711 
712 
713 
714 
715 


U.S. PATENT AND TRADEMARK OFFICE 


Status 


Text 


Withdrawn from registration 

Registered 

Section 8-Accepted 

Section 8 and 15-accepted and acknowledged 
Section 15-acknowledged 

Partial Section 8 accepted 

Partial Section 8 and 15 accepted and acknowledged 
Cancelled-Section 8 

Cancelled-Section 7(d) 

Cancelled by court Order under Section 37 
Cancelled-Section 18 

Cancelled-Section 24 

Cancelled-Restored to Pendency 

(Indicates the subject registration number was 
assigned in error and correction requires restoration 
of the appliaction to pendency) 

Inadvertently issued registration number-Cancelled 
(Indicates the subject registration number was 
assigned in error and has been cancelled.) 

Request for first extension-Filed 

Request for second extension-Filed 

Request for third extension-Filed 

Request for fourth extension-Filed 

Request for fifth extension-Filed 

Extension request refusal-Counted not mailed 
Extension request refusal-Mailed 

First Extension-Granted 

Second Extension-Granted 

Third Extension-Granted 

Fourth Extension-Granted 

Fifth Extension-Granted 

Post registration paper filed-Assigned to paralegal 
Statement of Use-Filed 

Statement of Use-Informal-Letter mailed 
Statement of Use-Informal-Response entered 
Statement of Use-ITU processing complete 
(Indicates pre-exam processing of the Statement of 
Use at the ITU Unit is complete.) 

Statement of Use-To examiner(For Examination) 
Statement of Use-Examiner statement counted-Not 
mailed 

Statement of Use-Examiner Statement-Mailed 
Examiner statement counted-Not mailed 

Examiner statement-Mailed 

Ex parte appeal pending 

Ex parte appeal-Refusal reversed 

Ex parte appeal-Refusal affirmed 

Ex parte appeal dismissed as moot 

Concurrant use proceeding terminated-Granted 
Concurrant use proceeding terminated-Denied 
Concurrent use proceeding pending 

Interference proceeding pending 

Interference proceeding terminated 

Opposition pending 

Opposition dismissed 

Opposition terminated-See TTAB records 
Cancellation dismissed 

Opposition sustained 

Cancellation terminated-See TTABrecords 
Statement of Use-Opposition Decided-Entry of 
Judgement Deferred 

Statement of Use-Cancellation Decided-Entry of 
Judgement Deferred 

Statement of Use-Interference Decided-Entry of 
judgement deferred 

Statement of Use-Concurrant Use Decided-Entry of 
Judgement Deferred 

Cancellation Pending 

Jurisdiction restored to examiner 

Renewed 

Opposition instituted 

Request for extension of time to file opposition 
Amendment after publication 

Statement of Use-Non-final action counted-Not 
mailed 

Statement of Use-Non-final action-Mailed 


Usual File 
Location 


Warehouse 
Post Reg. 
Post Reg. 
Post Reg. 
Post Reg. 
Post Reg. 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Warehouse 
Law Office 


ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
ITU Unit 
Post Reg. 
ITU Unit 
ITU Unit 
ITU Unit 
Law Office 


Law Office 
Law Office 


Law Office 
Law Office 
Law Office 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 


TTAB 
TTAB 
TTAB 


TTAB 

Law Office 

Post Reg. 

TTAB 

TTAB 

TM Service Division 
Law Office 


Law Office 
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Status 


Text 


Status 


Code 


808% 
809% 
810% 
Not mailed 
8114 
8124 
Not mailed 
8134 
814% 
Entered 
815’ 
Entered 
816% 
ment-Counted-Not mailed 
8174 
ment-Mailed 
818% 
tion (By the Examiner) 
8194 


900 


the Law Office Clerk) 


renewed.) 


December 3, 1990 
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Statement of Use-Final refusal counted-Not mailed 
Statement of Use-Final refusal-Mailed 
Statement of Use-Examiner’s amendment counted- 


Statement of Use-Examiner’s amendment-Mailed 
Statement of Use-Action continuing final counted- 


Statement of Use-Action continuing final-Mailed 
Statement of Use-Response after non-final action- 


Statement of Use-Response after final rejection- 
Statement of Use-Notice of unresponsive amend- 
Statement of Use-Notice of unresponsive amend- 
Statement of Use accepted-Approved for Registra- 
Statement of Use-Registration review complete (By 


Expired (Refers to registration that were not 
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Usual File 
Location 


Law Office 
Law Office 
Law Office 


Law Office 
Law Office 


Law Office 
Law Office 


Law Office 
Law Office 
Law Office 
Law Office 
Pub. and Issue 


Warehouse 


JEFFREY M. SAMUELS 
Assistant Commissioner for Trademarks 


{1122 TMOG 568] 


Transmittals for Use of 
Deposit Accounts 


(186) 


When statutory fees are to be charged to a deposit account, 
the processing of the application can be facilitated by submitting 
the applicant’s transmittal letter or other correspondence speci- 
fying the account to be charged in triplicate. Submission of 
these documents in triplicate will eliminate the need for the 
Mail Room to photocopy the document and thereby reduce the 
processing time of incoming: mail. 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


Nov. 21, 1983 


[1037 TMOG 15] 


(187) Availability of Deposit Account Status Line 

Beginning on February 20, 1990, the U.S. Patent and Trade- 
mark Office will provide access, via push button telephone, to 
the current account balance information, and last deposit for 
the current month, if any. The Deposit Account status line will 
be available on (703)557-8735 or (703)557-8746 from 6:30 
A.M. until midnight, Eastern time, Monday thru Friday. 

The Deposit Account status line may be used from any push 
button telephone by entering your six digit account number 
and the pound sign after being told to do so by the greeting 
message that you receive whenever you dial in. All six digits 
and the pound sign must be entered. 

Questions that may arise pertaining to the information 
received thru use of the status line must be referred to the 
Deposits Account Division at (703) 557-3227 during the hours 
8 A.M. until 5 P.M. Eastern time, Monday thru Friday, except 
for Federal holidays. 


BRADFORD HUTHER 
Assistant Commissioner 
for Finance and Planning 


Feb. 5, 1990 


[1112 TMOG 49} 


(188) Telephone Changes for Deposit Account 


Status Line 


Effective Nov. 18, 1991, new telephone exchange numbers 
will be made for the Deposit Account Status Line. On that 
date, Deposit Account Balance information can be-obtained by 
calling (703) 305-8735 or (703) 305-8746 from 6:30 a.m. until 
midnight, Eastern time, Monday thru Friday, except for Federal 
holidays. 

Questions that may arise pertaining to the~ information 
received through use of the status line. may be referred to the 
Deposit Account Division at (703) 308-0902. Calls will be 
received on the answering machine 24 hours a day, seven days 
a week. 

Oct. 31, 1991 BRADFORD HUTHER 
Assistant Commissioner for 
Finance and Planning 


[1132 TMOG 48] 


(189) Notices of Abandonment 

The Trademark Operation has begun notifying trademark 
applicants. when their pending applications have been aban- 
doned by the Office. Under this new procedure, a computer- 
generated post card bearing the notice, serial number, applicant 
name and abandonment date will be sent to the correspondence 
address designated by the applicant: The post cards will be 
mailed within 2 to 4 weeks after the application is declared 
abandoned. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Jan. 13, 1986 


[1063 TMOG 4] 


(190) Change of Correspondence Address in 


Trademark Applications 


Applicants are reminded that when an application is filed 
and a correspondence address is entered in the Official record, 
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correspondence will continue to be sent to such address until 
the applicant or party, or the attorney-at-law or other authorized 
representative of the applicant or party, indicates in writing 
that correspondence is to be sent to another address. 37 CFR 
Section 2.18. The filing of a response to an Office action on 
letterhead stationery that indicates a different address from the 
correspondence address of record is insufficient notice that 
correspondence is to be sent to another address. Specific lan- 
guage is needed which can reasonably be interpreted to be a 
request to change the address. See TMEP Section 603. 

If a power of attorney has been filed in an application, a 
subsequently filed power of attorney will be regarded as a 
written request to change the correspondence address, even if 
there is no specific language changing the address or revoking 
the prior power of attorney. See TMEP Section 603. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


May 15, 1986 


[1067 TMOG 7] 


(191) Use of Restricted Deposit Account for 
Electronic Ordering of Patent and Trademark Copies 


Effective July 1, 1986, the restricted deposit account will be 
made available to those members of the public who wish to 
use it for electronic ordering of patent and trademark copies. 
The restricted deposit account requires maintenance of a min- 
imum balance of $300.00 at the end of each month, as compared 
to the unrestricted account which requires a minimum balance 
of $1,000.00 

In FY 1986, the Office established the restricted deposit 
account for use in charging subscriptions for copies of newly 
issued patents by subject matter classification. Establishment 
of a PTO deposit account is a prerequisite for subscription 
service. 

Recently, the Office established an electronic ordering ser- 
vice (EOS), a method of ordering copies of patents and trade- 
marks through the use of a computer terminal and modem. 
EOS is available only to PTO deposit account holders. 

Many people who are interested in using EOS to order copies 
of patents and trademarks and who do not have PTO deposit 
accounts find the $1,000.00 balance required for the unrestricted 
account prohibitive. Therefore, the use of restricted account is 
being expanded to incorporate EOS ordering. Subscriptions 
and EOS ordering are the only two services for which restricted 
accounts may be used. If you have any questions on subscrip- 
tions or EOS, please call Mary Brown on (703) 557-3236. If 
you have questions on deposit accounts, please call Delores 
Riley on (703) 557-3227. 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


June 23, 1986 


[1068 TMOG 4] 


Trademark Search Tools Now 
Available on CD-ROM 


(192) 


A variety of trademark search tools and references are now 
available for purchase from the U.S. Patent and Trademark 
Office on the Trademarks ASSIST CD-ROM. This new product 
offers the following text searchable applications: 


¢ Trademark Manual of Examining Procedure 

¢ Goods and Services Manual 

* Trademark Trial and Appeal Board Manual of Procedure 

¢ Trademark Statute and Rules (Trademark Law of 1946, as 
amended) 

¢ Trademark Examination Guide and Notes 

¢ Trademark Telephone Index 


U.S. PATENT AND TRADEMARK OFFICE 
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¢ Information Dissemination Organizations Products & 
Services Catalog 


This product is available on a single-disc basis for $50. 
Updated editions will issue on an irregular basis when signifi- 
cant changes occur to the applications included. 


For further information or to request an order form, please 
contact: 


U.S. Patent and Trademark Office 
Office of Electronic Information Products 
Crystal Park 3, Suite 441 
Washington, D.C. 20231 


Phone: (703) 306-2600 
Fax: (703) 306-2737 


{1189 TMOG 90] 


(193) Filing of a Notice of Appeal to the Court of 
Appeals for the Federal Circuit in the Patent 


And Trademark Office 


This notice supersedes a notice entitled Filing of a Notice 
of Appeal to the Federal Circuit and Service of Court Papers 
on the Commissioner of Patents and Trademarks published at 
1079 Off. Gaz. Office 72 (June 30, 1987). 

A notice of appeal to the Court of Appeals for the Federal 
Circuit may be filed in the Patent and Trademark Office in 
any one of the following ways: 


A. By first-class mail addressed as follows, in which case the 
notice of appeal must actually reach the Patent and Trademark 
Office by the due date: 

Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


B. By “Express Mail” (U.S. Postal Service only) under 37 
CFR § 1.10 addressed as follows, in which case the notice 
of appeal is deemed filed on the date of the Express Mail 
certificate: 

Box 8 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

Attention: Office of the Solicitor 


C. By hand (on or before the due date) to the Office of the 
Solicitor. The Office of the Solicitor is located at: 

Crystal Park Il 

Suite 918 

2121 Crystal Drive 

Arlington, Va. 


D. By facsimile transmission to the Office of the Solicitor. 
The telephone number for accessing the Office of the Solicitor 
facsimile machine is (703) 557-9373. A notice of appeal will 
be deemed timely filed on the date the facsimile transmission 
is received by the Office of the Solicitor, provided an original 
notice of appeal is subsequently received in either of the fol- 
lowing ways: 


(1) An original, signed copy of the notice of appeal is actually 
received in the Office of the Solicitor within five calendar days 
of the facsimile transmission; or, 

(2) An original, signed copy of the notice of appeal is mailed 
by “Express Mail” (U.S. Postal Service only) under 37 CFR 
§ 1.10 on the day of the facsimile transmission. 


The facsimile machine for receiving a notice of appeal is 
located in the Office of the Solicitor and is staffed during the 
business hours of 8:30 a.m. to 5:00 p.m., Monday through 
Friday, excluding holidays. Due to possible equipment failure 
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or maintenance requirements, precautions must be taken when 
relying on the availability of this service near the end of the 
time for filing a notice of appeal. 


FRED E. McKELVEY 
Solicitor 


March 22, 1990 


{1113 TMOG 29] 


(194) Service of Court Papers on the Commissioner 
of Patents and Trademarks 


Court papers other than a notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit may be served on the Com- 
missioner in either of the following ways: 


A. By hand between 8:30 a.m. and 5:00 p.m. at the Office 
of the Solicitor, located in Crystal Park II, Suite 918, 2121 
Crystal Drive, Arlington, Va. 


B. By mail in an envelope addressed as follows: 
Office of the Solicitor 
P.O. Box 15667 
Arlington, Va. 22215 


While the above mail service address may be supplemented 
to include the name of the particular attorney assigned to the 
court case, it must not be supplemented to refer to either the 
Commissioner of Patents and Trademarks or the U.S. Patent 
and Trademark Office (PTO). 

Court papers mailed to an address other than the above mail 
service address and court papers delivered by hand are deemed 
to have been served on the Commissioner when actually 
received in the Office of the Solicitor. 

Papers which are not court papers and are intended to be 
filed in the PTO in connection with an application or other 
proceeding pending in the Office shall not be mailed to the 
Solicitor’s mail service address. Any such papers which are 
mailed to the Solicitor’s mail service address will not be consid- 
ered to have been filed in the PTO. Instead, all such papers 
will be returned. No exceptions will be made to this policy. 


FRED E. McKELVEY 
Solicitor 


Mar. 22, 1990 


{1113 TMOG 30] 


(195) Appeals to the Federal Circuit from the PTO 


This notice was originally prepared by the Solicitor and 
Associate Solicitor Richard E. Schafer for presentation at the 
Eighth Annual Judicial Conference of the U.S. Court of Appeals 
for the Federal Circuit. The notice discusses litigation philos- 
ophy of the Office of the Solicitor of the Patent and Trademark 
Office and other matters which may be helpful to appellants 
and others seeking judicial review of PTO decisions in the U.S. 
Court of Appeals for the Federal Circuit. 


FRED E. McKELVEY 
Solicitor 


October 5, 1990 


I. Introduction 

This notice discusses the philosophy of the Office of the 
Solicitor when representing the Commissioner before the Fed- 
eral Circuit and other courts. The notice is also designed to 
assist appellants and others seeking judicial review of Patent 
and Trademark Office (PTO) decisions in the Federal Circuit. 
Much of what is said in the notice is also applicable to those 
instances where judicial review is sought of PTO decisions in 
a district court. 


Il. Solicitor’s litigation philosophy 
The Office of the Solicitor and its attorneys start with the 
proposition that justice is done when the right result is reached. 
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The Solicitor is not an advocate who needs to win to be satisfied. 
Rather, the public interest is served when: 
(1) a patent issues on a patentable invention; 
(2) a patent is refused on an unpatentable invention; 
(3) a trademark is registered if entitled to registration under 
Title 15; 
(4) a trademark is refused registration if not entitled to regis- 
tration under Title 15; or 
(5) PTO rules are properly applied within PTO and by 
reviewing courts. 
Our litigation philosophy is expressed in Berger v. United 
States, 295 U.S. 78, 88 (1935): 


The ... [Government attorney] is the 

representative not of an ordinary party to a 
controversy, but of a sovereignty whose 
obligation to govern impartially is as compelling 
as its 

obligation to govern at all; 

and whose interest . . . is not that it shall 

win a case, but that justice shall be done. As 
such, he is in a peculiar and very definite 

sense the servant of the law, the twofold aim of 
which is that guilt shall not escape or 
innocence suffer. 


The Office of the Solicitor does more than simply “defend” 
an appeal. Rather, it will determine whether: 

(a) appeals are ripe for judicial consideration; 

(b) there are steps a party might take in PTO to obviate the 
appeal, e.g., amendments which might be made to claims to 
conform an argument to the subject matter being claimed - 
we often find that arguments in a brief are based on limita- 
tions which do not appear in the claims; 

(c) there is material not in the record which might provide a 
full answer to an argument - particularly a new one - made 
in a brief; and/or 

(d) the deciding official or board should be approached to see 
if it wishes to reevaluate its decision in view of a change in 
the law, acredible argument that the decision may not be 
correct, or a matter which may have been overlooked. 
Most of the time, it takes more effort to implement this 

philosophy than it would take simply to brief and argue a 

matter. : 

Generally, in a Federal Circuit matter, the Office of the 
Solicitor - apart from designating an appendix -does not “get 
deeply into” a case until appellant’s brief is filed. Exceptions 
occur, i.e., inter partes patent and trademark cases where the 
board opinion is reviewed to see if an amicus brief might be 
appropriate to assist the Federal Circuit with PTO practice.' 
This is not to say that an appellant should not feel free to 
discuss an appeal with an attorney in the Solicitor’s Office. 
But, ordinarily in an ex parte case, we do not spend time until 
we see appellant's brief. The reason is that a large number of 
appeals are simply dismissed without the need for us to do 
much, if any, work. 

Table 1, below, shows the disposition of appeals from 
October 1985 through April 1990. About 23%, i.e., 146, of the 
cases were dismissed with little, if any, work having been done 
by the Office of the Solicitor on the appeal. If we conducted a 
review of all appeals when filed, our Federal Circuit “workload” 
would increase about 23%. We do not have the resources to 
effectively carry on 23% more work. 

We find a lot of cases are not ripe or otherwise ready for 
judicial review. When we determine that more work needs to 
be done before the Federal Circuit should consider a case, we 
generally move to remand. Fed. Cir. R. 27(c) provides that a 
remand generally should be requested prior to briefing. How- 
ever, since we generally cannot efficiently take up cases until 
appellant's brief is filed, we now file motions to remand along 


'See e.g. Fujiie v. Verhagen, Fed. Cir. No. 89-1126: Hahn v. Wong. 13 USPQ2d 
1211 (Bd. Pat. App. & Int.), aff'd, 892 F.2d 1028, 13 USPQ2d 1313 (Fed. Cir. 
1989). Perkins v. Kwon, 886 F.2d 325, 12 USPQ2d 1308 (Fed. Cir. 1989); and 
Winkler v. Guglielmino, Fed. Cir. No. 89-1571. See also Copelands’ Enterprises. 
Inc. v. CNV, Inc., 887 F.2d 1065, 12 USPQ2d 1562 (Fed. Cir. 1989) (en banc) and 
Kellogg Co. v. Pack'em Enterprises, Inc., Fed. Cir. No. 90-1336. 
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with our brief. A merits panel is then in a position to evaluate 
whether it should hear the case on the merits or order a remand. 
There are a variety of reasons why we seek remands. 


Table 1 
Disposition of cases in the Courts of Appeals 
in which the Solicitor has appeared 
October 1985 through September 1990 


Pat 
300 


Disposed cases: 

Affirmed 

Modified 

Reversed 

Remanded? 

Dismissed 

Amicus/intervene 

Examiner testimony 

Transfer 

Mandamus granted 

Mandamus granted-in- 
Part 

Mandamus denied 

Mandamus dismissed 

Totals: 


A. 

An appellant may argue that a certain feature of a claim is 
not shown in the prior art. Such an argument may prompt us 
to determine whether the feature is known. If we find the 
feature, we will probably ask for a remand for the purpose of 
making an additional rejection.’ In like manner, based on our 
respective backgrounds or other cases handled by the Office 
of the Solicitor, we may know of prior art which strengthens 
a rejection.* 

B 


Similarly, an appellant may argue that a certain fact is true. 
Upon looking into the matter, we have found literature from 
the appellant’s assignee or other evidence which, in our opinion, 
demonstrates that the argument may not be factually correct.° 
Since the literature or other evidence is not part of the record, 
we have asked for a remand so that the case may be fully 
developed before a merits panel is required to consider the 
case. We have also filed a brief on the merits asking the Federal 
Circuit to take judicial notice of a fact while concurrently filing 
a contingent motion to remand in the event the merits panel 
believes that judicial notice is not appropriate.’ 

Cc 


We have had cases where the sole issue is whether a Rule 
131, 37 CFR § 1.131, affidavit is sufficient to antedate a refer- 
ence. When the sufficiency of a Rule 131 affidavit is in issue, 
we search for a foreign or other equivalent statutory bar. When 
an equivalent statutory bar is found, we move to remand sug- 
gesting that the issue on appeal may well be moot.* 

D 


In re Steele, 305 F.2d 859, 134 USPQ 292 (CCPA 1962), 
suggests that indefiniteness should be taken care of prior to 
considering obviousness. There have been cases in which the 
claims are so indefinite that judicial review of an obviousness 


*Approximately 80% of the remands were ordered based on motions to remand 
filed by the Office of the Solicitor. See the discussion on remands, infra. 

‘All transfers were from a regional court of appeals to the Federal Circuit. 

‘In re Yashuhara, Fed. Cir. No. 85-889. The reference added on remand was relied 
upon by the Federal Circuit in a later decision affirming the rejection made on 
remand. Jn re Yashuhara, Fed. Cir. No. 86-1634. See also In re Merz, Fed. Cir. 
No. 86-615, and R. D. Werner Co. v. Quigg, Civil Action No. 85-0945 (D.D.C.). 
‘See e.g., In re Trogan, Fed. Cir. No. 85-2724, Flexiwatt v. Quigg, Civil Action 
No. 86-2666 (D.D.C.), In re Nilssen, Fed. Cir. No. 87-1349, In re Nilssen, Fed. 
Cir. No. 87 1392, and Hepar Chimie v. Mossinghoff, Civil Action No. 85-1912 
(D.D.C.). 

°In re Weitz, Fed. Cir. No. 85-879; In re Lowrance Electronics, Inc., Fed. Cir. No. 
88-1180. 

"In re Klang, Fed. Cir. No. 85-2825. 

‘In re Lockner, Fed. Cir. No. 86-1269. 
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issue simply would not make sense. Remands, over appellant's 
objection, have been ordered.’ 


There have been occasions where the Board, TTAB, or the 
Commissioner decides to change or reconsider a decision. A 
change of decision can occur, inter alia, due to: 

1. new “law” as announced in a court or administrative 
decision," or 

2. a deciding official or tribunal determines that: 

(a) a decision may not be correct, 
(b) a matter was overlooked,"' or 
(c) a decision otherwise needs to be reconsidered.'” 


There have been cases where, although not argued by the 
appellant, it did not make sense to apply existing law in a 
particular context. We have moved to remand. In one instance, 
the Board reconsidered its position, established new law, and 
granted relief.'* 

G 


In its opinion, the Board - without entering a new ground 
of rejection under Rule 196(b), 37 CFR § 1.196 - may suggest 
that if there is to be further prosecution, an examiner may wish 
to look into several possible rejections. Generally in such a 
case the appellant will abandon or refile under 35 U.S.C.§ 120. 
On occasion, however, an appellant will seek judicial review. 
Ordinarily, we seek remands in such a case in order to avoid 
piecemeal judicial review.'* 


H. 

We had one case in which an appellant “dropped” an appeal 
as to all but a dependent claim -only the independent claim 
had beer discussed in appellant's brief to the Board and the 
Board discussed only the independent claim. We sought a 
remand - after the appellant’s brief had been filed - so that 
PTO could articulate a rationale as to the sole claim left in 
appeal.'° Alternatively, we could have argued the appeal on 
the basis of the independent claim. However, in the context of 
the particular case, that alternative did not make sense. 

I 


We had a case where the application on appeal was deemed 
to be abandoned. We moved to remand to clarify the status of 
the application.’ We also had a trademark appeal in which 
registration in the United States could not occur until registra- 
tion took place abroad.'’ Obviously, there was no reason to 
proceed in the Federal Circuit until registration occurred in the 
foreign country. When an appeal is taken in a trademark case, 
we always check to be sure that the registration relied upon is 
“alive.” Appellant also should be sure that the registration has 
not expired. In one trademark appeal, the likelihood of confu- 
sion issue became moot on appeal when we discovered that 
the registration cited against the appellant expired without being 
renewed. 

Most attorneys representing appellants will agree to a remand 
when approached by an attorney in the Office of the Solicitor - 
regardless of the time a suggestion to remand is made. A remand 
saves appellant, the Federal Circuit and our office time and 
money and in the long run contributes to the effective adminis- 
tration of justice within PTO and the Federal Circuit. In some 
cases, our motions to remand have been opposed. In one pub- 


*In re Jacobs, Fed. Cir. No. 85-2210. 

"In re Eastin, Fed. Cir. No. 90-1439. 

"In re Giordano, Fed. Cir. No. 87-1029: In re Raleigh Stores Corp., Fed. Cir. No. 
87-1183: In re Whaleco, Fed. Cir. No. 87-1522. 

"In re Brown, Fed. Cir. No. 86-617: Groz v. Quigg, Civil Action No. 87-1340 
(D.D.C.); London Laboratories v. Commissioner. Civil Action No. 86-0914 
(D.D.C.): Hashimoto v. Quigg, Civil Action No. 86-1595 (D.D.C.): and Katrapat 
AG v. Quigg, Civil Action No. 87-0250 (D.D.C.). 

'\Papst-Motoren GMbH & Co. v. Quigg, Civil Action No. 86-1168 (D.D.C.). The 
Board's decision on remand is published. Ex Parte Papst-Motoren, | USPQ2d 1655 
(Bd. Pat. App. & Int. 1986). 

“See Tofe v. Winchell, 645 F.2d 58, 63 [headnote 6] . 209 USPQ 379, 384 (CCPA 
1981). See also Paradis v. Quigg, Civil Action No. 87-1486 (D.D.C.) and Clough 
v. Quigg, Civil Action No. 87-2304 (D.D.C.). 

'SIn re Hyatt, Fed. Cir. No. 85-2224. 

"In re Goodman, Fed. Cir. No. 87-1056. The Commissione:'s decision reviving 
the application is reported. Jn re Goodman, 3 USPQ2d 1866 (Comm’r Pat. 1987). 
See also In re Greven, Fed. Cir. No. 87-2341 

"In re Matsushita Electric, Fed. Cir. No. 89-1526. 
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lished opinion, an opposed motion was granted notwithstanding 
appellant has filed its principal brief;"* in another opinion, relief 
was denied."’ It appears the Federal Circuit has adopted, as a 
general rule, the latter opinion. See Fed. Cir. R. 27(c). 

We will not attempt to reconcile Fed. Cir. R. 27(c) with 
what we regard to be the better policy expressed in In re Gould. 
We will point out, however, that if an appeal proceeds in the 
face of a motion to remand, 

(a) an appellant will have to spend money to have its attorney 
appear for oral argument, 

(b) the merits panel will have to spend time preparing for 
oral argument, holding oral argument, and writing an opinion, 

(c) PTO will have to expend resources preparing for and 
presenting oral argument, and 

(d) prosecution on the merits may be reopened after a man- 
date is entered if a viable rejection remains to be considered. 

It is possible, of course, that we might prevail on the merits, 
thereby obviating any need for a remand. However, if we do 
not prevail, PTO can - and often does - reopen prosecution of 
the application upon entry of the Federal Circuit's mandate to 
consider the matter raised by a motion to remand.” 

Sometimes an appellant will decide to file a second applica- 
tion, i.e., a continuation application or another trademark appli- 
cation, and simultaneously pursue the appeal. We believe 
appellant has a responsibility to call our attention to the fact 
that a second application has been filed. Knowledge of the 
second application is material to steps we might take. 

First, perhaps any appeal (or civil action) should be sus- 
pended pending outcome of proceedings on the second applica- 
tion or dismissed without prejudice to another appeal in the 
event a final adverse Board decision is entered in the second 
application. In effect, by filing a second application, appellant 
admits that there are available administrative remedies and that 
those remedies have not been exhausted. 

Second, it is in PTO’s best interest that the examiner handling 
the second application be aware of the existence of an appeal. 
The examiner may ask our office for assistance, as may the 
Board, during prosecution of the second application. 


Ill. Notice of appeal 

Recent amendments have been made to conform PTO prac- 
tice as much as possible to Fed. R. App. 4. See 54 Fed. Reg. 
29548 (July 13, 1989), reprinted in, 1105 Off. Gaz. Pat. Office 
5 (Aug. 1, 1989). 


A. Time for appeal 

If an appeal from a PTO decision to the Federal Circuit is 
authorized by law, the time for filing a notice of appeal in PTO 
was changed in August 1989 to two (2) months or 60 days, 
whichever is longer. The time for seeking judicial review by 
civil action under 35 U.S.C. 145 or 146 is also two (2) months 
or 60 days, whichever is longer. 

The filing of a request for reconsideration in PTO tolls the 
time for filing a notice of appeal. After a decision on re consider- 
ation is entered in PTO, the two month period begins to run. 

The time for appeal to the Federal Circuit is set by the 
Commissioner. 35 U.S.C.§ 142; 15 U.S.C. § 1071(a)(2). The 
period for appeal must be at least 60 days. A notice of final 
rule was effective in August 1989 setting the time for appeal 
to two months or 60 days - whichever is longer. The dichotomy 
which used to exist between the 60-day period for initial deci- 
sions and the 30-day period for decisions on reconsideration”! 
no longer exists. 


B. Cross appeals 

In inter partes cases, a cross-appeal may be filed within 
fourteen (14) days of service of an appeal or two months after 
the PTO decision being appealed, whichever is later. 


"In re Gould, 673 F.2d 1385, 213 USPQ 628 (CCPA 1982). Relief in this case 
was ultimately granted in PTO. Ex parte Gould, 6 USPQ2d 1680 (Bd. Pat. App. & 
Int. 1987) 

"In re Hester, 838 F.2d 1193, 5 USPQ2d 1832 (Fed. Cir. 1988). Relief on the 
merits was ultimately granted by the Federal Circuit in an unpublished opinion.. 
™In re Ruschig. 379 F.2d 990, 154 USPQ 118 (CCPA 1967): In re Fisher, 448 
F.2d 1406, 171 USPQ 292 (CCPA 1971). 

"37 CFR§ 1.304(a) (1989); 37 CFR 2.145(d) (1989). 
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C. Requests to extend time to appeal 

A request for an extension of time to file a notice of appeal 
before the appeal period expires can be granted by the Commis- 
sioner upon a showing of good cause. 

A request after the appeal period expires must establish 
excusable neglect. The “excusable neglect” standard applied 
by PTO is the same as that applied by the courts of appeals. 

All requests for an extension of time to appeal should be 
directed to the attention of the Office of the Solicitor. 


D. Where to file a notice of appeal 
The original notice must be filed in PTO - filing only in the 
Federal Circuit does not perfect an appeal. However, a copy 
must also be filed in the Federal Circuit. Fed. Cir. R. 15. 
A copy of the decision being appealed, and any decision on 
reconsideration, should be attached to the copy of the notice 
of appeal filed in PTO and with the Federal Circuit. 
The original notice may be filed in any of the following 
ways: 
1. By hand-delivery to the Office of the Solicitor between 
8:30 a.m. and 5:00 p.m. at: 
Office of the Solicitor 
2121 Crystal Drive 
Suite 918 
Arlington, Virginia 


. By first-class mail addressed to: 

Box 8 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Attention: Office of the Solicitor 


. By Express Mail under 37 CFR § 1.10 addressed to: 
Box 8 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Attention: Office of the Solicitor 


A certificate of mailing under 37 CFR § 1.8 cannot be used 
to file a notice of appeal. A notice of appeal filed in PTO using 
a certificate of mailing under 37 CFR § 1.8 is deemed filed 
when received in PTO. In re Thrifty Corp., 231 USPQ 560 
(Comm’r Pat. 1986). 

A notice of appeal mailed to the Solicitor’s Postal Box in 
Arlington, Virginia is deemed filed when received in the Office 
of the Solicitor. 


E. Content of notice of appeal 

A notice of appeal should identify all parties appealing. Fed. 
R. App. P. 15(a). See Torres v. Oakland Scavenger Co., 487 
U.S. 312, 317 (1988) [ construing similar requirement of Fed. 
R. App. P. 3(c)] . 

Thus, in a case where there are joint inventors, the notice 
of appeal should identify all inventors. The notice of appeal 
should not identify John Doe et al. as appellants; rather, it 
should identify as appellants all named inventors, i.e., “John 
Doe and Richard Roe appeal ... .” 

A notice of appeal need simply state that: 

John Doe and Richard Roe appeal to the U.S. Court of 
Appeals for the Federal Circuit from a final decision entered 
by the Board of Patent Appeals and Interferences on June 15, 
1990, and from a decision on reconsideration entered by the 
Board on July 15, 1990. 

There is no need to give reasons in the notice of appeal. See 
37 CFR §§ 1.4 and 1.5 for material which should appear in 
the “heading” of the notice of appeal. 


IV. Transmittal of certified list 

After a notice of appeal is received, a determination is made 
whether the notice was timely filed. 

Appellant will be advised if the appeal is untimely. Fed. Cir. 
R. 15(b)(1) governs proceedings when a notice of appeal is 
not timely filed: 

If the Commissioner notifies the clerk that the notice of 
appeal was not timely, the clerk shall order the appellant to 
show cause why the appeal should not be dismissed, and there- 
upon refer the response to the court. 

In order to properly respond to the Federal Circuit, an appel- 
lant may wish to file a request for an extension of time, which 
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should be filed in the Office of the Solicitor, and establish that 
the untimely filing of the notice of appeal was a result of 
excusable neglect. Any decision on the request will be copied 
to the Clerk of the Federal Circuit for such action as may be 
appropriate. A decision by the Commissioner granting a request 
to extend the time for filing the notice of appeal will discharge 
the show cause order entered by the Clerk. 

A certified list, consisting of the contents of the application, 
interference, opposition, cancellation, or other proceeding is 
copied and forwarded to the Federal Circuit with a statement 
indicating whether the notice of appeal was considered timely 
filed. In ex parte patent appeals the certified list usually does 
not include the contents to any “parent” applications unless the 
application involved in the appeal is a “file wrapper continua- 
tion” under 37 CFR § 1.62. 

A copy of the certified list is mailed to the appellant or, in 
the case of an inter partes proceeding, all parties. 

In ex parte patent or trademark appeals, an attorney in the 
Office of the Solicitor is assigned to the appeal at the time the 
certified list is forwarded to the Federal Circuit. Counsel for 
appellant should initiate a discussion with the Solicitor’s Office 
attorney assigned to the case to determine the contents of the 
appendix. 

Upon receipt of the certified list, the appeal will be docketed 
by the Federal Circuit. An appeal number is assigned to each 
appeal by the Federal Circuit. Appellant’s 60-day period for 
filing a brief runs from the later of the date the appeal is 
docketed by the Federal Circuit or the certified list is served. 
Fed. Cir. R. 31(a). Since the appeal is docketed after the certified 
list is served in the case of PTO appeals, the 60-day period 
almost always runs from the date the appeal is docketed. 


V. Service of court papers on the Solicitor 

The mail service address for the Solicitor is: 

Office of the Solicitor 

P. 0. Box 15667 

Arlington, Virginia 22215 

Only litigation papers should be mailed to the Post Office 
box address. Other papers intended for filing in PTO should 
be addressed as specified in 37 CFR § 1.1. Non-litigation papers 
will be returned and will not be forwarced to the Mail Room. 

Litigation papers not served by hand must be mailed to our 
Post Office box. Litigation papers mailed or delivered to the 
Mail Room of PTO, left in PTO’s night deposit box, or left 
with a PTO employee in an office other than the Office of the 
Solicitor, are deemed served when received in the Office of 
the Solicitor. 

The Office of the Solicitor is open from 8:30 a.m. to 5:00 
p.m. Litigation papers served by hand must be delivered 
between 8:30 a.m. and 5:00 p.m. to: 

Office of the Solicitor 

2121 Crystal Drive 

Suite 918 

Arlington, Virginia 

Unless permitted by court rules or order, delivery does not 
include facsimile transmission. 


VI. Motions 

Motions are inevitable in Federal Circuit and other court 
practice. Before a motion is filed, appellant should contact the 
Solicitor’s Office to see if there is agreement on the requested 
relief and the proposed order. \f there is no opposition to a 
procedural order, it can be entered by the Clerk, thereby 
obtaining prompt relief and obviating the need for a judge or 
motions panel to consider the matter. 


VII. Appendix 
A. Designation 
The Office of the Solicitor typically designates the following 
items for inclusion in the appendix in addition to the mandatory 
items specified in Fed. Cir. R. 30. 
In ex parte patent cases, we generally designate: 
(1) the specification; 
(2) any drawings; 
(3) the prior art supporting the rejection; 
(4) the final rejection and any Office action referenced in 
the final rejection; 
(5) the examiner's answer; and 
(6) any evidence submitted to support patentability. 
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In ex parte trademark cases, we generally designate: 
(1) the trademark application, including the drawing; 
(2) specimens; 
(3) the trademark examining attorney’s statement; and 
(4) registrations supporting the refusal and any other evi- 
dencerelied upon by the examining attorney or the TTAB. 


It should be noted that Fed. Cir. R. 30(a)(2)(iii) prohibits 
the inclusion of briefs filed by an applicant in PTO without leave 
of the court. However, the examiner’s answer and examining 
attorney's statement may be designated and included without 
leave. Fed. Cir. R. 30(a)(2). 

While the items in the appendix differ from case to case, a 
typical appendix in an ex parte patent appeal contains the 
following items in the following order: 

(1) table of contents; 

(2) the initial decision of the Board; 

(3) any decision on reconsideration; 

(4) a copy of the certified list, which corresponds to the 
docket entries mentioned in Fed. R. App. P. 29(a)(1)] : 
(5) the specification; 

(6) the final rejection; 

(7) the examiner's answer; 

(8) any prior art relied upon by PTO; 

(9) any rebuttal evidence, e.g., affidavits under Rule 131, 
37 CFR§ 1.131, or Rule 132, 37 CFR § 1.132; and 
(10) a copy of the rejected claims. 


With respect to the last item, Fed. Cir. R. 30(a)(3) provides: 
In appeals from . . . [ PFO] , the appendix shall, 
unless the parties mutually agree to the contrary, 
include a copy of all rejected claims in an ex parte 
patent appeal, a copy of all counts in a patent inter- 
ference appeal, and both a copy of the trademark 
sought to be registered or cancelled and a copy of 
any registration relied upon to refuse or oppose 
registration or to seek cancellation of a registered 
mark in an ex parte or an inter partes trademark 
appeal. 

If the material designated as the appendix exceeds 100 pages, 

a draft copy of the appendix, with page numbers, should be 
sent to the Office of the Solicitor. Upon receipt, if we see any 
problem with the appendix, including any failure to comply 
with Federal Circuit rules, we promptly advise appellant. Prepa- 
ration of a draft appendix will also insure that all briefs properly 
refer to pages of the appendix. 


B. Page numbering 

Fed. Cir. R. 30(c)(2) requires that page numbers be centered 
in the bottom margin of each page and that other pagination 
marks be redacted if necessary to avoid confusion. Numbering 
the appendix pages with a format such as “0001” generally 
avoids confusion with other page numbers. 

If the designated appendix is less than 100 pages (which 
should be copied on both the front and back), the appendix is 
bound with appellant's principal brief. If the designated 
appendix is more than 100 pages, the appendix is filed sepa- 
rately within seven (7) days of the date the last reply brief is 
filed. Fed. Cir. R. 30(a)(4). 


C. Legible materials 

An appendix will often contain copies of materials which 
are illegible. In cases where counsel for an appellant does not 
have legible copies of materials which are available in PTO, 
contact the Office of the Solicitor and we will arrange to send 
a legible copy. 

Handwritten notes in the margin of counsel's copy of Office 
actions should be removed. The proper place to argue a case 
is in a brief — not in notes in the margin. 


VII. Briefs 

A. Statement of the facts 

Fed. R. App. P. 28(a)(3) requires that an appellant file a 
statement of facts relevant to the issues presented for review. 
Fed. Cir. R. 28(b) provides that the appellee's statement of the 
case should be limited to the specific areas of disagreement 
with those of the appellant. Absent disagreement the appellee 
shall not include a statement of the case in his brief. /d. In our 
view these rules place the responsibility to provide a complete 
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and neutral statement of facts on the appellant. Appellant should 
remember that it lost below. Hence, the “facts” are not those 
the appellant would like them to be; rather, the “facts” are 
those found by the Board. The statement of the facts in a brief 
is not the place to argue that the Board was clearly erroneous 
in making a finding of fact. 

In our experience, appellants’ statement of the facts invari- 
ably include argument; fail to describe all the facts relevant to 
the issues; state the facts in a light most favorable to appellant 
despite contrary findings below; or state conclusions - often 
without citation to the appendix. As a result, we typically find 
it necessary to include a detailed and, we believe, a complete 
and neutral statement of facts — with full citations to the 
appendix. 

We particularly note that when “new” counsel is retained to 
handle the Federal Circuit appeal, the arguments on appeal 
often bear no resemblance to the arguments made to the Board. 
As a matter of logic, it would seem that the Board could not 
possibly have erred below on the basis of an argument made 
for the first time in the Federal Circuit. See Keebler Co. v. 
Murray Bakery Products, 866 F.2d 1386, 9 USPQ2d 1736 
(Fed. Cir. 1989) (since Keebler failed to tell the TTAB it was 
interested in Murray’s “intent,” it could not use intent as a 
basis for showing “error” by the TTAB; prescience is not a 
required characteristic of the board and the board need not 
divine all possible afterthoughts of counsel that might be 
asserted for the first time on appeal). 


B. References in brief to the appendix 

All factual assertions made in the brief should be supported 
with citation to the appendix. How the Federal Circuit is sup- 
posed to know that an assertion is correct, when no reference 
is made to the appendix in support of the assertion, is something 
we have not been able to figure out. The Federal Circuit has 
often noted, with apparent disapproval, the absence of a citation 
to the appendix in support of a party’s position.” Failure to 
cite to the appendix may affect an attorney’s credibility before 
the Federal Circuit and diminish the impact of otherwise merito- 
rious arguments. If counsel feels that it is necessary to make 
factual assertions and cannot point to the specific portion of 
the appendix supporting the assertion, consideration should be 
given to refiling the application. Argument which depends on 
factual assertions not supported by the record cannot have any 
relevance to any error in the decision under review. 

Moreover, to the extent that we have influence within PTO 
to bring about a favorable result by way of settlement, we need 
to be convinced. Allegations, not supported by references to 
the appendix, are not likely to convince any attorney in the 
Office of the Solicitor of the merits of an appellant’s position. 


IX. Oral argument 

A. When we appear 

An attorney from the Solicitor’s Office will appear and 
present argument in cases in which the appellant intends to 
present oral argument. We will submit on the briefs only (1) 
where appellant submits on brief and (2) no reply brief has 
been filed or we conclude that the reply brief does not require 
comment at the oral hearing. On the other hand, if a reply brief 
raises a substantial issue, particularly a “new” issue, we will 
appear even if appellant waives oral argument. 


B. Discussing the [allegged] error 

An appellant has a burden of showing that the Board erred 
in its decision.” Factual findings below must be shown to be 
clearly erroneous,” while legal conclusions are reviewed for 
correctness or error as a matter of law.** Having only a short 
time for oral hearing, typically fifteen minutes, appellants 
should direct their remarks to the purported errors in the Board's 


“See e.g., Datascope Corp. v. SMEC. Inc., 879 F.2d 820, 827. 11 USPQ2d 1321. 
1325 (Fed. Cir. 1989). cert. denied. 110 S.Ct. 729 (1990) 

"Yn re Durden. 763 F.2d 1406. 1409. 226 USPQ 359. 361 (Fed. Cir. 1985) (The 
burden is on appellant to persuade the court that the Board was wrong). 

*Stock Pot Restaurant v. Stockpot, Inc.. 737 F.2d 1576, 1578. 222 USPQ 665. 667 
(Fed. Cir. 1984) (findings of fact of the TTAB are reviewed under the clearly 
erroneous standard): In re Caveney. 761 F.2d 671. 674. 225 USPQ 1. 3 (Fed. Cir. 
1985 findings of fact by the Board of Patent Appeals and Interferences are reviewed 
under the clearly erroneous standard). 

*In re Fine, 837 F.2d 1071. 5 USPQ2d 1596 (Fed. Cir. 1988). 
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decision. Based upon the 60 to 80 cases we argue annually, 
we can assure appellants that Federal Circuit merits panels are 
familiar with the record and the proceedings under review. 
Counsel may not want to use part of the 15 minutes normally 
allocated for oral argument by: 

(1) explaining that the case is an appeal from the Patent 
and Trademark Office (the merits panel already knows that 
because the briefs have been read), 

(2) identifying the appellant or assignee (because it is 
essentially irrelevant), 

(3) reviewing the facts of the case, etc. 

However, counsel should be thoroughly familiar with the 
record and be prepared to identify the portions which support 
their arguments. 

We suggest oral argument by an appellant should start by 
saying “The error below was. . .” and here’s why. 


C. Visual aides 

Fed. Cir. R. 34(c) encourages the use of visual aids. If the 
visual aid was not used during the administrative proceeding, 
written notice of the proposed use must be given at least 15 
days prior to the hearing. Any written objections must be filed 
at least 5 days before the hearing. The rule also provides that 
counsel may agree on the use of visual aids. 

Whether or not we will agree depends on the particular facts. 
We ordinarily do not disagree with enlargements (“blow- ups”) 
of portions of the record. Where the proposed visual aid is not 
part of the record, we will not agree until we have had an 
opportunity to see the visual aid. 


X. Petitions for rehearing 

Petitions for rehearing can be useful if properly used. But, 
in our experience, petitions for rehearing filed by appellants 
simply reargue the case. We do not believe this is a proper 
function of a petition for rehearing. 

Generally we will file a petition for rehearing only when (a) 
we believe the merits panel has made a genuine mistake - not 
merely a “judgment” call which happens to differ from our 
judgment, or (b) even where the result is correct, an opinion 
contains language which we believe will seriously and 
adversely affect PTO’s ability to properly and effectively 
administer the patent or trademark laws. See Markey, “Semantic 
Antics in Patent Cases,” 88 F.R.D. 103, 108 (1980) (suggesting 
rehearing should be requested to modify opinion language 
which confuses the law of patents). 

We suggest, and do not believe, that there is such a thing 
as a “routine” petition for rehearing. A truly extraordinary 
situation must exist before a petition for rehearing can be 
deemed proper.”* The Office of the Solicitor has been relatively 
successful with petitions for rehearing. In a 20-year period 
before the CCPA and Federal Circuit, we can recall filing 
approximately 12 petitions for rehearing. Some form of relief 
has been granted in nine, i.e., claims found patentable in the 
original decision were found unpatentable on rehearing,” lan- 
guage was changed in the opinion,” relief was granted in part,” 
etc. 


XI. Issuance of mandates/termination of proceedings 

As provided in Fed. R. App. P. 41(a), the Court’s mandate 
usually issues 21 days after the entry of its decision. A request 
for rehearing stays the mandate until seven days after an order 
by the merits panel denying rehearing. Unless there are allow- 
able claims or the Court's decision requires further proceedings 
by the Office, the receipt of the mandate by PTO “terminates 
the proceedings” for purposes of continuity under 35 U.S.C. 
§ 120. 37 CFR § 1.197(c), 54 Fed. Reg. 29548, 29552 (July 
13, 1989) reprinted in, 1105 Off. Gaz. Pat. Office 5, 9 (Aug. 
1, 1989). If an appellant contemplates filing a “continuing” 
application, it should be filed prior to the receipt of the mandate 
by PTO to preserve the benefit of the filing date of the parent 
application. Proceedings terminate on receipt of the mandate, 


**In the case of a suggestion for rehearing en banc, we obtain approval from the 
Solicitor General 

“In re Tiffin, 448 F.2d 791. 171 USPQ 294 (CCPA 1971). 

“Parks v. Fine, 773 F.2d 1577, 227 USPQ 432 (Fed. Cir. 1985). opinion amended. 
783 F.2d 1036, 228 USPQ 677 (Fed. Cir. 1986). 

Newman v. Quigg. 877 F.2d 1575, 11 USPQ2d 1340 (Fed. Cir.). reh’g on costs 
granted in part, 886 F.2d 329 (Fed. Cir. 1989). 
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not upon the expiration of the period for applying for certiorari 
to the Supreme Court.” 


XII. Costs 

In ex parte patent and trademark appeals from PTO, costs 
are not awarded for or against the Commissioner. See Fed. Cir. 
Practice Note to Fed. Cir. R. 39.5! Hence, we do not file bills 
of costs in ex parte cases. 


{1120 TMOG 22) 


(196) Waiver of Certificate of Mailing 


Requirement Under 37 CFR 1.10 


The Patent and Trademark Office (PTO) will propose to 
amend 37 CFR 1.10, regarding the “Filing of papers and fees 
by ‘Express Mail’ with certificate” by, among other things, 
deleting the requirement for a “Certificate of Mailing by 
Express Mail” currently necessary to obtain the benefit of the 
date of deposit with the United States Postal Service (U.S.P.S.) 
as the filing date of the paper. 


Background of 37 CFR 1.10 and Rationale for Amendment 


35 U.S.C. § 21 authorizes the Commissioner “by rule [to] 
prescribe that any paper or fee required to be filed in the Patent 
and Trademark Office will be considered filed in the Office 
on the date on which it was deposited with the United States 
Postal Service.” 37 CFR 1.10 was promulgated to implement 
this provision. 

Pursuant to 37 CFR 1.6, papers are stamped with the date 
of receipt in the PTO. An exception is made for papers filed 
in accordance with 37 CFR 1.10, which provides for the filing 
of papers and fees by Express Mail with a certificate. However, 
in order to claim the benefits of 37 CFR 1.10, a party must 
comply with its specific requirements that the papers have the 
number of the Express Mail label placed thereon prior to 
mailing, be properly addressed to the PTO (see “Change of 
Address For Trademark Applications and Trademark Related 
Papers,” 1163 TMOG 80 (June 28, 1994), which waived 37 
CFR 1.10 to the extent that certain trademark related papers 
could be addressed to the Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Va. 22202-3513; and 
“Change of Address For Patent Applications and Patent Related 
Papers,” 1173 OG 13 (April 4, 1995), which waived 37 CFR 
1.10 to the extent that patent related papers could be addressed 
to the Assistant Commissioner for Patents, Washington, D.C. 
20231 ), and include a Certificate of Mailing by Express Mail 
which states the date of mailing and is signed by the person 
mailing the papers. 

37 CFR 1.10 was promulgated in response to concerns that 
mail service was sometimes subject to delay and, except for 
hand-delivery, that there was no way to ensure the timely filing 
of time-critical documents with the PTO. “Express Mail” was 
chosen because, among other things, a person other than the 
filer, that is a disinterested third party working for the U.S.P.S., 
enters the date of deposit on the Express Mail label. 

Under the current rule, the filer is required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Some papers filed with the PTO, 
although deposited as Express Mail with the U.S.P.S., have 
been denied the filing date of the date of deposit as Express 


“In re Jones. 542 F.2d 65, 69. 191 USPQ 249, 252 (CCPA 1976) (when PTO receives 
CCPA mandate, proceedings in patent application are terminated); Continental Can 
Co. v. Schuyler, 326 F. Supp. 283. 168 USPQ 625 (D.D.C. 1970) (proceedings 
terminate within meaning of 35 U.S.C.§ 120 when mandate of CCPA was issued). 
See also In re Willis, 537 F.2d 513. 515, 190 USPQ 327, 329 (CCPA 1976). Once 
a mandate is issued. it is our experience that a motion to withdraw the mandate to 
secure “copendency™ with a continuation will not be granted. In re Iwashita, Fed. 
Cir. No. 90-1162. In re Nakahama, Fed. Cir. No. 90-1166, and In re Nakahama. 
Fed. Cir. No. 90-1187. 

“See also In re Kochan, Fed. Cir. No. 83-502 (May 25. 1983): In re Lobdell, Fed. 
Cir. No. 83-674 (Sept. 22. 1983); In re Piasecki, Fed. Cit. No. 84-775 (Nov. 9. 
1984): In re Shivvers, Fed. Cir. No. 85-1544 (Dec. 19, 1985): In re Wrenn, Fed. 
Cir. No. 86-743 (July 17, 1986): and Jn re Dow Chemical. Fed. Cir. No. 87-1406 
(Feb. 11. 1988). 
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Mail because the required Certificate of Mailing by Express 
Mail was omitted or deficient. The lost filing date for a signifi- 
cant number of these papers has resulted in the loss of substan- 
tive rights. For example, a trademark registration may be 
canceled if the required affidavit of continued use or excusable 
non-use is not filed by the end of the sixth year of registration. 
15 U.S.C. § 1058. 

In light of the problematic nature of the requirement for a 
Certificate of Mailing by Express Mail and its apparent redun- 
dancy in purpos. _ inasmuch as the date of deposit has already 
been entered by a disinterested third party, the PTO will propose 
to delete this requirement from 37 CFR 1.10. 

This notice applies only to correspondence actually received 
(not to papers lost or misplaced by the U.S.P.S.) at the PTO 
via Express Mail Post Office to Addressee service where there 
is a clear indication of the “date in” on the Express Mail label 
by the U.S.P.S. Filers are encouraged to continue the practice 
of placing a Certificate of Mailing by Express Mail on papers 
filed in the PTO by Express Mail since, in some cases, the 
certificate may provide useful evidence. 


Interim Waiver of 37 CFR 1.10 for Documents Filed without 
Certificate of Express Mail 


Because a significant period of time will elapse before any 
final rule change can be promulgated, and because there appears 
to be no harmful consequence to any party, effective as of the 
publication date of this notice, the PTO will, sua sponte, waive 
37 CFR 1.10 to the extent of granting a filing date as of the 
“date in” entered on the Express Mail label by the U.S.P.S. 
employee (unless the “date in” is a Saturday, Sunday or Federal 
holiday within the District of Columbia; see § 1.6(a)) for all 
papers actually received at the PTO via Express Mail, regardless 
of whether the requirement for a Certificate of Mailing by 
Express Mail has been met provided all other requirements of 
37 CFR 1.10 are met. 

For all papers filed prior to the date of this notice, which 
were not in compliance with the Certificate of Mailing by 
Express Mail requirements under 37 CFR 1.10, a petition to 
the Commissioner will be required to request that the date of 
deposit as shown by the “date in” entered on the Express Mail 
label be accorded as the filing date of the paper. The petition 
should include a copy of the Express Mail label showing the 
“date in” entered by the U.S.P.S. employee and a declaration 
attesting to the contents of the envelope to which the Express 
Mail label was attached. See 37 CFR 1.183 or 2.146. 


Summary 


In summary, the PTO is waiving, sua sponte, the requirement 
of 37 CFR 1.10 for a Certificate of Mailing by Express Mail and 
will propose to amend 37 CFR 1.10 to delete the requirement for 
a Certificate of Mailing by Express Mail. This waiver becomes 
effective upon the publication of this notice. For all documents 
filed by Express Mail prior to this notice, but not in compliance 
with the Certificate of Mailing by Express Mail requirement, 
a petition to the Commissioner under either 37 CFR 1.183 or 
2.146 must be filed to request that the date of deposit as shown 
by the “date in” entered on the Express Mail label be accorded 
as the filing date of the paper. 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


[1174 TMOG 92] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 5 and 10 
[Docket No. 951006247-5247-01) 
RIN 0651-AA70 


Communications with the Patent and Trademark Office 
Agency: Patent and Trademark Office, Commerce. 


Action: Notice of Proposed Rulemaking. 
Summary: The Patent and Trademark Office (Office) is pro- 
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posing to amend the rules of practice in patent and trademark 
cases to: (1) require that patent-related mail be addressed to 
the Assistant Commissioner for Patents; (2) require that most 
trademark-related mail be addressed to the Assistant Commis- 
sioner for Trademarks; (3) specify a separate address for mail 
related to disciplinary proceedings pending before the Adminis- 
trative Law Judge or the Commissioner in the Office of the 
Solicitor; (4) provide a definition of “Federal holiday within 
the District of Columbia”; and (5) delete the requirement for 
a certificate for “Express Mail” in section 1.10 and incorporate 
requirements for the resubmission of misplaced correspondence 
which parallel section 1.8. 

Dates: Comments must be received by January 2, 1996. No 
hearing will be held. 

Addresses: Address written comments to Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia 
22202-3513, marked to the attention of Lynne G. Beresford. 
In addition, written comments may also be sent by facsimile 
transmission to (703) 308-7220 with a confirmation copy 
mailed to the above address, or by electronic mail messages 
over the Internet to mail-rule@uspto.gov. 

Written comments will be available for public inspection on 
[ Insert date 75 days after date of publication in the FEDERAL 
REGISTER], in the Assistant Commissioner for Trademarks’ 
suite on the 10th floor of the South Tower Building, 2900 
Crystal Drive, Arlington, Virginia 22202-3513. 

For Further Information Contact: Lawrence E. Anderson (for 
patent-related matters) by telephone at (703) 305-9285, by 
electronic mail at landerso@uspto.gov, or by mail to his atten- 
tion addressed to the Assistant Commissioner for Patents, Box 
DAC, Washington, D.C. 20231; or Lynne G. Beresford (for 
trademark-related matters) by telephone at (703) 308-8900, 
extension 44, or by mail marked to her attention and addressed 
to the Assistant Commissioner for Trademarks, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513. 

Supplementary Information: Addresses for correspondence 
with the Office are proposed to be changed to reflect the creation 
of a mailroom site at the South Tower Building for processing 
most trademark-related mail; to distinguish correspondence 
intended for organizations reporting to the Assistant Commis- 
sioner for Patents from other cczz2spondence; and to add a 
separate mailing address in the Office of the Solicitor for disci- 
plinary matters. 

The proposed rulemaking entitled “Changes in Requirements 
for Addressing Trademark Applications and Trademark- 
Related Papers” (065 1-AA73) has been merged with this notice 
of proposed rulemaking. 

The Office will now have three separate general mailing 
addresses: (1) Assistant Commissioner for Patents for corre- 
spondence processed by organizations reporting to the Assistant 
Commissioner for Patents; (2) Assistant Commissioner for 
Trademarks for all trademark-related mail, except for trademark 
documents sent to the Assignment Division for recordation 
and requests for certified and uncertified copies of trademark 
documents which should be addressed to the Commissioner of 
Patents and Trademarks; and (3) Commissioner of Patents and 
Trademarks for all other correspondence. Notwithstanding the 
above, it is proposed that there will be separate mailing 
addresses in the Office of the Solicitor for certain disciplinary 
matters and cases involving pending litigation. 

Those who correspond with the Office are requested to use 
separate envelopes directed to the different areas. 

Because patent-related mail will be sent to the Assistant 
Commissioner for Patents, the requirement to designate patent 
application correspondence as “PATENT APPLICATION” is 
proposed to be deleted from section 1.5(a). 

In addition, it is proposed that “Federal holiday within the 
District of Columbia” be defined as including Official closings. 

It is further proposed that a “Certificate of Mailing by Express 
Mail” (currently necessary to obtain the benefit of the date of 
deposit with the United States Postal Service (U.S.P.S.) as the 
filing date of the paper) no longer be required for correspon- 
dence actually received in the Office. 


PATENT-RELATED MAIL 


Section 1.1 is proposed to be amended to provide for corre- 
spondence which is processed by organizations reporting to 
the Assistant Commissioner for Patents to be addressed to 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


the “Assistant Commissioner for Patents, Washington, D.C. 
20231.” The Office first announced the new address for patent- 
related mail in a notice (Change of Address for Patent Applica- 
tions and Patent Related Papers) published in the Official 
Gazette at 1173 Off. Gaz. Pat. Office 13 (April 4, 1995). 

This change will affect correspondence such as: patent appli- 
cations, responses to notices of informality, requests for exten- 
sion of time, notices of appeal to the Board of Patent Appeals 
and Interferences (the Board), briefs in support of an appeal 
to the Board, requests for oral hearing before the Board, exten- 
sions of term of patent, requests for reexamination, statutory 
disclaimers, certificates of correction, petitions to the Commis- 
sioner, submission of information disclosure statements, peti- 
tions to institute a public use proceeding, petitions to revive 
abandoned patent applications, and other correspondence 
related to patent applications and patents which is processed 
by organizations reporting to the Assistant Commissioner for 
Patents. When patent-related documents are filed with a certifi- 
cate of mailing, pursuant to section 1.8, the certificate of mailing 
should be completed with the new address: Assistant Commis- 
sioner for Patents, Washington, D.C. 20231. 

Unless otherwise specified, correspondence not processed 
by organizations reporting to the Assistant Commissioner for 
Patents, such as communications with the Board, patent services 
including patent copy sales, assignments, requests for lists of 
patents and SIRs in a subclass, requests for the status of mainte- 
nance fee payments, as well as patent practitioner enrollment 
matters including admission to examination, registration to 
practice, certificates of good standing, and financial service 
matters including establishing a deposit account should con- 
tinue to be addressed to the Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. Documents to be 
recorded with the Assignment Division, except those filed with 
new applications, should be addressed to: Box Assignment, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. Orders for certified and uncertified copies of Office 
documents should be addressed to: Box 10, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 

Special Office mail boxes as currently listed in each issue 
of the Official Gazette should continue to be used to allow 
forwarding of particular types of mail to the appropriate areas 
as quickly as possible. Use of special box designations will 
facilitate the Office’s timely and accurate identification and 
processing of the designated correspondence. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 


TRADEMARK-RELATED MAIL 


Most trademark-related mail should be sent directly to the 
Trademark Operation at: Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513. 
When trademark-related documents are filed with a certificate 
of mailing, pursuant to section 1.8, the certificate of mailing 
should be completed with the new address: Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia 
22202-3513. Use of the correct address will avoid processing 
delays. Trademark documents to be recorded with the Assign- 
ment Division, except those filed with new applications, should 
be addressed to: Box Assignment, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. Orders for certified 
and uncertified copies of trademark documents should be 
addressed to: Box 10, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 

The Office announced the new address for trademark-related 
mail in a notice (Change of Address for Trademark Applications 
and Trademark Related Papers) published in the Federal Reg- 
ister at 59 FR 29275 (June 6, 1994) and in the Trademark 
Office Official Gazette at 1163 Off. Gaz. Trademark Office 
80 (June 28, 1994) (republished in 1170 Off. Gaz. Pat. Office 
303 (January 3, 1995)). 

The Office will continue to maintain the special box designa- 
tions and FEE/NO FEE indicators for trademark mail as cur- 
rently listed in each issue of the Official Gazette. In addition 
to addressing trademark-related mail as set forth above, the 
boxes should also be used to allow forwarding of particular 
types of mail to the appropriate areas as quickly as possible. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 
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Mail intended for the Trademark Trial and Appeal Board 
should be addressed to: Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513, 
including BOX TTAB/FEE or BOX TTAB/NO FEE, which- 
ever is applicable. 


HAND-CARRIED CORRESPONDENCE 


All correspondence with the Office, except for communica- 
tions relating to pending litigation as specified currently in 
section 1.1(g). may continue to be filed directly at the Attorney’s 
Window located in Room 1B03 of Crystal Plaza Building 2, 
2011 South Clark Place, Arlington, Virginia. Trademark-related 
papers may also be filed at the “walk-up” window located on 
the third floor of the South Tower Building, 2900 Crystal Drive, 
Arlington, Virginia. 


FEDERAL HOLIDAYS WITHIN THE DISTRICT OF 
COLUMBIA 


When the Patent and Trademark Office is officially closed 
for an entire day (for reasons due to weather or other causes), 
the Office will consider each such day a “Federal holiday within 
the District of Columbia” under 35 U.S.C. § 21. Any action 
or fee due on such a day may be taken, or fee paid, on the 
next succeeding business day the Office is open. 

Legal holidays considered “Federal holidays within the Dis- 
trict of Columbia” are New Year’s Day (January 1), Martin 
Luther King, Jr.’s Birthday (third Monday in January), Presi- 
dential Inauguration Day, Washington’s Birthday (third 
Monday in February), Memorial Day (last Monday in May), 
Independence Day (July 4), Labor Day (first Monday in Sep- 
tember), Columbus Day (second Monday in October), Veterans 
Day (November 11), Thanksgiving Day (fourth Thursday in 
November) and Christmas Day (December 25). In the past, the 
Office has published notices concerning unscheduled closings. 
See, e.g., “Closing of Patent and Trademark Office on Thursday, 
January 20, 1994 and Friday, February 11, 1994,” 1161 Off. 
Gaz. Pat. Office 12 (April 5, 1994) (republished in 1170 Off. 
Gaz. Pat. Office 8 (January 3, 1995)) and “Filing of Papers 
During Unscheduled Closings of the Patent and Trademark 
Office,” 1097 Off. Gaz. Pat. Office 53 (December 20, 1988) 
(republished in 1170 Off. Gaz. Pat. Office 8 (January 3, 1995)). 
The proposed rule change will further implement the existing 


policy. 
EXPRESS MAIL PROVISIONS 


Section 1.10 is proposed to be amended by deleting the 
requirement for a “Certificate of Mailing by Express Mail” to 
obtain the benefit of the date of deposit with the United States 
Postal Service (U.S.P.S.) as the filing date of the paper. The 
title of section 1.10 is proposed to be revised and section 1.10 
is also proposed to be amended to incorporate requirements for 
the resubmission of misplaced correspondence which parallel 
section 1.8. 

Under the current rule, the filer is required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Some papers filed with the Office, 
although deposited as Express: Mail with the U.S.P.S., have 
been denied the filing date of the date of deposit as Express 
Mail because the required Certificate of Mailing by Express 
Mail was omitted or deficient. The.lost filing date for a signifi- 
cant number of these papers has resulted in the loss of substan- 
tive rights. For example, a trademark registration may be 
canceled if the required affidavit of continued use or excusable 
non-use is not filed by the end of the sixth year of registration. 
15 U.S.C. § 1058. 

In light of the problematic nature of the requirement for a 
Certificate of Mailing by Express Mail, inasmuch as the date 
of deposit has already been entered-by a disinterested third 
party, the Office proposes to delete this requirement from sec- 
tion 1.10. 


MISCELLANEOUS CHANGES 


Miscellaneous changes are proposed to change the word 
“communications” to “correspondence” for purposes of consis- 
tency. Also, since the certificate of mailing by “Express Mail” 
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will no longer be a requirement of the proposed rules, the 
provisions of Part 10 relating to misconduct-are proposed to 
be amended to delete reference to this requirement. 


DISCUSSION OF SPECIFIC RULES 


If revised as proposed, the heading of section |.1 will be 
changed to state that the section contains the addresses for 
correspondence to the Patent and. Trademark. Office. 

Section 1.1 is proposed to be revised to set out all pertinent 
Office mailing addresses in paragraph (a) and in added para- 
graphs ‘(a)(1), (a)(2), and (a)(3). It should be noted: that the 
remaining paragraphs of section |.1 contain directions for using 
box designations’ rather than addresses. Paragraph (a)(1) is 
proposed to be added to set.out the new mailing address to 
which most patent-related documents should be sent. Paragraph 
(a)(2) is proposed to be added to set out the new mailing address 
to which most trademark-related documents should be sent. 
The Solicitor’s mailing address, formerly set out in paragraph 
(g) of the section is moved to a new paragraph (a)(3). Paragraph 
1.1(g) is proposed to be removed and reserved. 

Sections 1.1 and 1.3 are proposed to be amended so that the 
word “communications” is changed to “correspondence.” 

Section 1.5(a) is proposed to be amended by removing the 
requirement of the words “PATENT APPLICATION” on let- 
ters concerning patent applications. 

Section 1.8 (a) is proposed to be revised to state that papers 
and fees must be addressed as set out in section 1.1 (a). For 
the purposes of 1.8 (a) (1) (i) (A) , first class mail is interpreted 
as including “Express Mail” and “Priority Mail” deposited with 
the U.S.P.S. 

Section 1.9 is proposed to be amended to add a definition 
of “Federal holiday within the District of Columbia” to include 
Federal holidays and days when the Patent and Trademark 
Office is officially closed for the entire day (for reasons due 
to adverse weather or other causes). 

Section 1.10 is proposed to be revised to state that “Express 
Mail” must be addressed as set out in § 1.1(a). The title of 
section 1.10 is proposed: to be revised to reflect this change. 
Further, for all correspondence actually received in the Office, 
the Office will consider the correspondence filed on the date 
shown by the “date in” notation on the “Express Mail” label 
unless the “date in” is‘a Saturday, Sunday or Federal holiday 
within the District of Columbia. Because of the reliance on the 
“date in” marked by the Postal Service, correspondence should 
be deposited directly with a person at the United States Postal 
Service, rather than in a drop box, to ensure that the person 
making the deposit receives a copy of the “Express Mail” label 
at the time of making the deposit to verify that the:“date in” 
is accurately and clearly written by the Postal Service employee. 
Persons using an Express mail receptacle (such as a drop box) 
do so at the risk of not receiving an accurate and legible copy 
of the Express mail label at the time-of deposit from which 
the Office .may determine the “Express mail” “date in,” and, 
therefore; may not later argue that they should be entitled to 
the date on which they deposited the correspondence into a 
receptacle. Moreover, if the “date in” is found to be illegible 
or unclear, a person dealing directly with a Postal Service 
employee must take corrective action to ensure that a clear and 
accurate date is marked at the time of deposit. Persons choosing 
to use a receptacle (or the like) obviously do not oversee the 
marking by a Postal Service employee and thus may not later 
argue for the benefit of a section 1.10 filing date if the “date 
in” on the “Express Mail” label is improperly or not clearly 
marked. The determinative factor is when the Postal Service 
marks the “date in” and the mere deposit into a receptacle does 
not entitle one to an “Express Mail” “date in” under section 
1.10. 

Paragraph (b) of section 1.10 is proposed to be amended by 
deleting the requirement for a “Certificate of Mailing by 
Express Mail” currently necessary to obtain the benefit of the 
date of deposit with the United States Postal Service (U.S.P.S.) 
express mail service as the filing date of the paper. 

Paragraph (c) of section 1.10 is proposed to be amended to 
set forth the requirements for the treatment of correspondence 
not received by the Office for which the “Express Mail” proce- 
dure was utilized. Correspondence not received by the Office 
will be considered filed in the Office on the date shown by 
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the “date in” notation entered by the Postal Service if the party 
who forwards the correspondence: 


(1) Places the number of the “Express Mail” mailing label 
on the correspondence prior to the original mailing by “Express 
Mail,” 

(2) Informs the Office of the previous deposit of the corre- 
spondence promptly after becoming aware that the Office has 
no evidence of receipt of the correspondence, 

(3) Supplies an additional copy of the previously deposited 
correspondence showing the number of the “Express Mail” 
label thereon, 

(4) Supplies a copy of the “Express Mail” label clearly 
displaying the “date in” entered by the United States Postal 
Service, and 

(5) Includes a statement which establishes, to the satisfac- 
tion of the Commissioner, the previous deposit and that the 
copies of the correspondence and “Express Mail” label are true 
copies of the original correspondence and “Express Mail” label. 
Such statement must be on the basis of personal knowledge, 
whenever possible, and must be a verified statement if made 
by a person other than a practitioner as defined in section 
10.1(r) of this chapter. 


In addition, although the requirement for a certificate of 
express mail has been-proposed to be eliminated from section 
1.10, applicants are strongly encouraged to continue using the 
certificate of express mail, as well as the placement of the 
Express Mail label number in the upper right corner of the first 
page of each separate piece of correspondence and to retain a 
clearly marked Express Mail label, to facilitate complying with 
the requirements of paragraph (c) if the correspondence is not 
received in the Office or if reliance on the U.S.P.S. “date in” 
is not possible. Moreover, paragraph (d) is proposed to be 
added so that additional evidence may be required if the Office 
so determines. 

Section 5.33 (entitled “Correspondence”) is proposed to be 
amended to change the correspondence address to “Assistant 
Commissioner for Patents (Attention: Licensing and Review), 
Washington, D.C. 20231.” 

Section 10.23(c)(9) is proposed to be revised to reflect the 
proposed change to section 1.10 that the certificate of mailing 
by “Express Mail” is no longer a requirement of the rules. 


OTHER CONSIDERATIONS 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), 
Executive Order 12612, and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et.seq. Information collection require- 
ments are not affected by the change of address. This proposed 
tule has been determined to not be significant for the purposes 
of Executive Order 12866. 

The Office has determined that this proposed rule change 
has no Federalism implications affecting the . relationship 
between the National Government and the States as outlined 
in Executive Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small-Business Administration, that 
the proposed rule changes would not have a significant impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)). The proposed rule change has no effect 
on patent fees. 

These proposed rule changes contain collections of informa- 
tion subject to the requirements of the Paperwork Reduction 
Act of 1980, 44 U.S.C. 3501 et seq., which are currently 
approved by the Office of Management and Budget under 
Control No. 0651-0009 and 0651-0031. The public reporting 
burden for these collections of information for certificate of 
mailing is estimated to average six minutes per response, 
including the time for reviewing instructions, searching existing 
data sources, gathering and maintaining the data needed, and 
completing and reviewing the collection of information. Send 
comments regarding this burden estimate or any other aspect 
of this collection of information, including suggestions for 
reducing this burden to the Office of System Quality and 
Enhancement Division, Patent and Trademark Office, Wash- 
ington, D.C. 20231, and to the Office of Information and Regu- 
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latory Affairs, Office of Management and Budget, Washington, 
D.C. 20503. (ATTN: Paperwork Reduction Act Projects 0651- 
0009 and 0651-0031). 


List of Subjects 
37 CFR Part | 


Administrative practice and procedure, Freedom of informa- 
tion, Inventions and patents, Reporting and record keeping 
requirements. 


37 CFR PART 5 


Classified information, Foreign relations, Inventions and 
patents. 


37 CFR PART 10 


Administrative Practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 

For the reasons set forth in the preamble and under the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 15 U.S.C. 1123, 37 CFR Parts 1, 5 
and 10 are proposed to be amended as follows: 


PART 1--RULES OF PRACTICE IN PATENT CASES 
1. The authority citation for 37 CFR Part | continues to read 


as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.1 is proposed to be amended by removing and 
reserving paragraph (g) and by revising the title and paragraph 
(a) to ‘read as follows: 


§ 1.1 Addresses for correspondence with the Patent and 
Trademark Office. 


(a) Except for those documents identified in paragraphs (1), 
(2) and (3) of this section, all correspondence intended for the 
Patent and Trademark Office must be addressed to “Commis- 
sioner of Patents and Trademarks, Washington, D.C. 20231.” 
When appropriate, correspondence should also be marked for 
the attention of a particular office or individual. 


(1) Patent correspondence. All correspondence concerning 
patent matters processed by organizations reporting to the 
Assistant Commissioner for Patents should be addressed to 
“Assistant Commissioner for Patents, Washington, D.C. 
20231.” 

(2) Trademark correspondence. All correspondence con- 
cerning trademark matters, except for trademark-related docu- 
ments sent to the Assignment Division for recordation and 
requests for certified and uncertified copies of trademark appli- 
cation and registration documents, should be addressed to 
“Assistant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513.” This includes correspon- 
dence intended for the Trademark Trial and Appeal Board. 

(3) Office of Solicitor correspondence. 

(i) Correspondence relating to pending litigation required 
by court rule or order to be served on the Solicitor shall be 
hand-delivered to the Office of the Solicitor or shall be mailed 
to: Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 
22215; or such other address as-may be designated in writing 
in the litigation. See §§ 1.302(c) and 2.145(b)(3) for filing a 
notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit. 

(ii) Correspondence relating to disciplinary proceedings 
pending before an Administrative Law Judge or the Commis- 
sioner shall be mailed to: Office of the Solicitor, P.O. Box 
16116, Arlington, Virginia 22215. 

(iii) All other correspondence to the Office of the Solicitor 
shall be addressed to: Box 8, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 

(iv) Correspondence addressed to the wrong Post Office 
Box will not be filed elsewhere in the Patent and Trademark 
Office and might be returned. 
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(g) [Reserved] 


SESEE 


3. Section 1.3 is proposed to be revised to read as follows: 
§ 1.3 Business to be conducted with decorum and courtesy. 


Applicants and their attorneys or agents are required to con- 
duct their business with the Patent and Trademark Office with 
decorum and courtesy. Papers presented in violation of this 
requirement will be submitted to the Commissioner and will 
be returned by the Commissioner’s direct order. Complaints 
against examiners and other employees must be made in corre- 
spondence separate from other papers. 


4. Section 1.5(a) is proposed to be revised to read as follows: 
§ 1.5 Identification of application, patent, or registration. 


(a) No correspondence relating to an application should be 
filed prior to when notification of the application number is 
received from the Patent and Trademark Office. When a letter 
directed to the Patent and Trademark Office concerns a pre- 
viously filed application for a patent, it must identify on the 
top page in a conspicuous location, the application number 
(consisting of the series code and the serial number; e.g., 07/ 
123,456), or the serial number and filing date assigned to that 
application by the Patent and Trademark Office, or the interna- 
tional application number of the international application. Any 
correspondence not containing such identification will be 
returned to the sender where a return address is available. The 
returned correspondence will be accompanied with a cover 
letter which will indicate to the sender that if the returned 
correspondence is resubmitted to the Patent and Trademark 
Office within two weeks of the mail date on the cover letter, 
the original date of receipt of the correspondence will be consid- 
ered by the Patent and Trademark Office as the date of receipt 
of the correspondence. Applicants may use either the Certificate 
of Mailing or Transmission procedure under § 1.8 or the Express 
Mail procedure under § 1.10 for resubmissions of returned 
correspondence if they desire to have the benefit of the date 
of deposit in the United States Postal Service. If the returned 
correspondence is not resubmitted within the two-week period, 
the date of receipt of the resubmission will be considered to 
be the date of receipt of the correspondence. The two-week 
period to resubmit the-returned correspondence will .not be 
extended. If for some reason returned-correspondence is-resub- 
mitted with proper identification later than two weeks -after 
the return mailing by the Patent and Trademark Office, the 
resubmitted correspondence will-be accepted but given its date 
of receipt. In addition to the application. number, all letters 
directed to the Patent and Trademark Office concerning applica- 
tions for patent should also state the name of the applicant, the 
title of the invention, the date of filing-the same, and, if known; 
the group art unit or other unit within the Patent and Trademark 
Office responsible for considering the letter and the name of 
the examiner or other person to which it has. been assigned. 


5. Section 1.8(a)(1)(i)A) is proposed to-be revised to read as 
follows: 


§ 1.8 Certificate of mailing-or transmission. 


(a) KK 
(1) 2K 


(i) eK 

(A) Addressed as set out in § !.1(a) and deposited 

with the U.S. Postal Service with=sufficient postage as first 
class mail; or 


REREE 


6. Section 1.9 is proposed to be revised by adding a new 
paragraph (h) to read as follows: 


§ 1.9 Definitions. 


SEEK 


U.S. PATENT AND TRADEMARK OFFICE 
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(h) A “Federal holiday within the District of Columbia” as 
used in this chapter means any day, except Saturdays and 
Sundays, when the Patent and Trademark Office is officially 
closed for business. 


7. Section 1.10 is proposed to be revised to read as follows: 


§ 1.10 Filing of correspondence by “Express Mail.” 


(a) Any correspondence received by the Patent and Trade- 
mark Office utilizing the “Express Mail Post Office to 
Addressee“ service of the United States Postal Service will be 
considered filed in the Office on the date shown by the “date 
in” notation entered by the United States Postal Service on the 
“Express Mail” label, unless the “date in” is a Saturday, Sunday 
or Federal holiday within the District of Columbia. See § 1.6(a). 
This procedure can be used to file any correspondence in the 
Office. 

(b) Any correspondence filed by “Express Mail” must be 
addressed as set out in § 1.1(a) and should be deposited directly 
with the United States Postal Service to ensure that the person 
depositing the-correspondence receives a copy of the “Express 
Mail” label at the time of deposit with the “date in” clearly 
marked thereon. Persons dealing indirectly with the United 
States Postal Service (such as by deposit in an Express Mail 
drop box) do so at the risk of not receiving their copy of the 
“Express Mail” label with the “date in” clearly marked. 

(c) Any correspondence mailed to the Patent and Trademark 
Office utilizing the “Express Mail Post Office to Addressee” 
service of the United States Postal Service, but not received 
by the Office, will be considered filed in the Office on the date 
shown by the “date in” notation entered by the United States 
Postal Service on the “Express Mail” label, unless the “date 
in” is a Saturday, Sunday or Federal holiday within the District 
of Columbia (see § 1.6(a)), if the party who forwarded such 
correspondence: 


(1) Places the number of the “Express Mail” mailing label 
on the correspondence prior to the original mailing by “Express 
Mail,” 

(2) Informs the Office of the previous deposit of the corre- 
spondence promptly after becoming aware that the Office has 
no evidence of receipt of the correspondence, 

(3) Supplies a copy of the previously deposited correspon- 
dence showing the number of the “Express Mail” label thereon, 

(4) Supplies a copy of the “Express Mail” label clearly 
displaying the “date in” entered by the United States Postal 
Service, and 

(5) Includes a statement which establishes, to the satisfac- 
tion of the Commissioner; to the:previous deposit and.that the 
copies of the correspondence and “Express Mail” label are true 
copies of the original correspondence and “Express Mail” label. 
Such statement must.be on the basis of personal knowledge, 
whenever possible, and must be a verified statement if made 


’ by a person other than a practitioner as defined in § 10.1(r) of 


this chapter. 


(d) The Office may require additional evidence to determine 
if the correspondence was deposited as “Express Mail” with 
the United States Postal Service on the date in question. 


Part 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


8. The authority citation for 37 CFR Part 5 continues to read 
as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100- 
418, 102 Stat. 1567; the Arms Export Control Act, as amended, 
22 U.S.C. 2751 et seq., the Atomic Energy Act of 1954, as 
amended, 42 U.S.C. 2011 et seq., and the Nuclear Non-Prolifer- 
ation Act of 1978, 22 U.S.C. 3201 et seq., and the delegations 
in the regulations under these acts to the Commissioner (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 





1194 TMOG 488 
(198) 


9. Section 5.33 is proposed to be revised to read as follows: 
§ 5.33 Correspondence. 


All correspondence in connection with this part, including 
petitions, should be addressed to “Assistant Commissioner for 
Patents (Attention: Licensing and Review), Washington, D.C. 
20231.” 


Part 10 - REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


10. The authority citation for 37 CFR Part 10 continues to read 
as follows: 

Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


11. Section 10.23(c)(9) is proposed to be revised to read as 
follows: 


§ 10.23 Misconduct. 
eens 


(c) RK 


(9) Knowingly misusing a “Certificate of Mailing 
or Transmission” under § 1.8 of this chapter. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 26, 1995 


[1180 TMOG 122] 


(198) Helpful Hints 

* Correspondence with Certificate of Mailing Delivered by 
Commerical Carrier—The benefits of 37 CFR 1.8 or 1.10 
apply only to documents delivered to the PTO by the U.S. 
Postal Service. 

A number of instances have been uncovered where individ- 
uals are certifying that documents were deposited with the U.S. 
Postal Service when, in fact, the documents were hand carried 
or delivered to the PTO via commerical mail service, e.g., 
“Federal Express,” “DHL,” “Purolator,” “Air Borne.” “UPS’,” 
etc. In those instances where documents include a certificate 
of mailing under 37 CFR 1.8 or 1.10, but were delivered to 
the PTO by other than U.S. Postal Service, Mail Room per- 
sonnel] are placing a notice indicating that fact on the correspon- 
dence involved to alert PTO personnel that the benefits of 37 
CFR 1.8 or 1.10 do not apply. 


[1080 TMOG 6] 


(199) Helpful Hints 

* Certificate of Mailing AND Return Post Card—Use of the 
Certificate of Mailing Procedure is strongly encouraged. 

37 CFR 1.8(a) provides for the use of a Certificate of Mailing 
on most correspondence with the PTO, whereby the correspon- 
dence (and/or fee) will be considered as timely filed if deposited 
with the U.S. Postal Service within the set time period. Consis- 
tent use of this procedure is extremely beneficial to prac- 
titioners, whether or not the Post Card Receipt provision of 
MPEP 503 is used. 

In those instances where the PTO never receives the corre- 
spondence, no post card receipt will be available to evidence 
the filing and/or timeliness of the correspondence. However, 
in those instances where a Certificate of Mailing is properly 
used, 37 CFR 1.8(b) provides relief, even if the correspondence 
is not received in the PTO at all. Under 37 CFR 1.8(b) the 
party who forwarded the correspondence need only (1) inform 
the PTO of the previous mailing of the correspondence, (2) 
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supply a copy of the previously mailed correspondence and 
Certificate, and (3) include a declaration which adequately 
attests to the previous timely mailing. 


[1082 TMOG 8] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


(200) 


Change of Address For Trademark Applications and 
Trademark Related Papers 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: Commencing July 5, 1994, trademark applications 
and other trademark-related mail, except for trademark-related 
documents sent to the Assignment Branch for recordation and 
requests for certified copies of trademark documents, should 
be addressed to: Assistant Commissioner for Trademarks, 2900 
Crystal Drive, Arlington, Va. 22202-3513. 

Dates: This new address will be effective July 5, 1994. 

For Further Information Contact: Lynne G. Beresford at (703) 
305-9464 or by mail marked to her attention and addressed to: 
Assistant Commissioner for Trademarks, Washington, D.C. 
20231. After July 5, 1994, mail should be addressed to: Assis- 
tant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Va. 22202-3513. 

Supplemental Information: As part of its emphasis on better 
service for trademark applicants and registrants, the responsib- 
ilty for receiving, opening and routing of trademark mail is 
being transferred to the Assistant Commissioner for Trade- 
marks. In order to more efficiently process the mail, the Assis- 
tant Commissioner has determined that trademark-related mail, 
except for trademark-related documents sent to the Assignment 
Branch for recordation and requests for certified copies of 
trademark application and registration documents, should be 
sent directly to the Assistant Commissioner for Trademarks, 
2900 Crystal Drive, Arlington, Va. 22202-3513, which is the 
location of the Trademark Operation. Having mail sent directly 
to that address should speed up processing and reduce the 
amount of lost or misrouted mail. The mail room at the South 
Tower Building will begin to receive and process mail on July 5, 
1994. For a period after July 5, 1994, the Patent and Trademark 
Office (Office) will receive trademark-related mail at both the 
old address, Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231, and at the new address, Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Va., 
22205-3513. The Office is currently preparing a notice of pro- 
posed rulemaking to formally change the address for trademark- 
related papers. The Office will continue to maintain the fol- 
lowing special boxes, Box Trademark Application, Box ITU, 
Box AAU, and Box 5, for expedited processing and distribution 
of specific types of documents. The Office encourages the 
continued use of these boxes with the new address. 

People may continue to file both patent and trademark-related 
papers directly at the Attorneys’ Window located in Room 
1B03 of Crystal Plaza Building 2, Arlington, Va. 

Sections 1.8 and 1.10 of Title 2 of Section 37 of the Code 
of Federal Regulations are waived, to the extent that, on or 
after July 5, 1994, a certificate of mailing under §§ 1.8 or 1.10, 
for trademark applications and other trademark-related mail, 
except for trademark-related documents sent to the Assignment 
Branch for recordation and requests for certified copies of 
trademark application and registration documents, may be 
addressed either to the Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231, or to the Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Va., 
22202-3513. Patent-related mail should continue to be sent to: 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 


Authority: 35 U.S.C. 6, 15 U.S.C. 1123 


May 26, 1994 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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January 7, 1997 


(201) Special Boxes And “Fee/No Fee” Indicators 
For Trademark-Related Mail And 
Guidelines For Filing Requests To 
Extend Time To Oppose With The 
Trademark Trial And Appeal Board (TTAB) 


On July 5, 1994, the Patent and Trademark Office opened 
a mailroom to receive mail related to trademark applications, 
registrations and matters before the Trademark Trial and Appeal 
Board at the following addresses: 


Assistant Commissioner for Trademarks 
2900 Crystal Drive 
Arlington, Virginia 22202-3513 


To facilitate mail-handling in the new mailroom, the special 
box designations have been expanded so that incoming mail 
can be presorted more efficiently. In addition to these box 
designations, filers are encouraged to indicate whether the con- 
tents of an envelope contain a “FEE” or “NO FEE.” As shown 
below, the “FEE” and “NO FEE” indicators should be set 
forth on the line below the box designation for easy visibility. 
Envelopes will be batched based on the “FEE/NO FEE” indi- 
cator and box designation and sent unopened to the appropriate 
employee in the Pre-exam area for processing. 

The “SPECIAL BOXES FOR MAIL” page in the Official 
Gazette will be changed. Please note that the “BOX 5” designa- 
tion for “‘No fee’ mail related to trademarks” has been discon- 
tinued. Furthermore, the box designation “Box Trademark 
Application” has been changed to “BOX NEW APP.” 

The following box designations and “FEE/NO FEE” indica- 
tors will now be available: 


BOX NEW 
APP FEE 


for any new trademark application. 
{All applications require fees; therefore a 
“NO FEE” indicator should not be used.]} 


BOX ITU FEE for papers such as Statements of Use (SOU), 
and extensions requests therefor, to be filled 
with the Intent to Use (ITU) Unit. 

{All ITU papers require fees; therefore a 
“NO FEE” indicator should not be used.] 
for papers such as oppositions, cancellation 
petitions and ex parte appeals filed with the 
Trademark Trial and Appeal Board (TTAB). 


BOX TTAB 
FEE 


BOX TTAB 
NO FEE 


for TTAB papers with no fee, such as exten- 
sion requests, interferences and motions. 


BOX STATUS for written status inquiries. 
NO FEE [Status inquiries do not require a fee; there- 
fore a “FEE” indicator should not be used.] 


BOX POST 
REG FEE 


BOX 
RESPONSES 
NO FEE 


for post registration documents such as Sec- 
tion 8 affidavits and Section 9 renewals. 


for responses to Examining Attorneys’ 
Office actions; and for responses to Post 
Registration Examiners’ rejections. 


For best results, these box designations and “FEE/NO FEE” 
indicators should appear on the envelope as well as on the 
cover sheet or first page of any document. However, although 
not preferred procedure, filers may continue to include docu- 
ments destined for more than one location in a single envelope, 
provided each document references the box designation and 
“FEE/NO FEE” indicator on the cover sheet or first page of 
the document; and provided each complete filing is stapled or 
secured in some fashion. The envelope should list all the box 
designations and “FEE/NO FEE” indicators for its contents. 

This notice does not apply to trademark-related documents 
intended for recordation with the Assignment Branch or for 
requests for certified and uncertified copies of trademark appli- 
cation and registration documents. These papers and patent- 
related mail should continue to be sent to: 

Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 
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Labeling First Requests for Extensions of Time to Oppose 


Although the Trademark Trial and Appeal Board reports to 
the Office of the Deputy Assistant Secretary of Commerce and 
Deputy Assistant Commissioner of Patents and Trademarks, it 
is located and receives its mail at the Arlington address of 
the Assistant Commissioner for Trademarks. As noted above, 
requests for extensions of time to oppose should be sent to 
BOX TTAB, including the “NO FEE” indicator. 

Because first requests for extensions of time to oppose are 
critically time-sensitive documents, filers are encouraged to 
indicate on the cover sheet or first page of the extension request 
that the paper is a first request. The suggested title for these 
documents is: First Request for Extension of Time to File 
a Notice of Oppositions. 


October 25, 1994 PHILIP G. HAMPTON, II 
Assistant Commissioner 
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(202) Changes in How Papers May be Filed 


in the Patent and Trademark Office 


Beginning April 21, 1992, an improved service will be 
offered to people who wish to file papers directly with the 
Patent and Trademark Office (PTO) by extending the hours of 
operation for the Attorneys’ Window located in Room 1B03 
of Crystal Plaza Building 2, Arlington, Virginia. The current 
hours of operation are from 8:30 a.m. to 5:00 p.m., Monday 
through Friday, except Federal holidays within the District of 
Columbia. The change will extend the hours of operation until 
12:00 midnight on Monday through Friday, except holidays, 
on a trial basis. If, after six months, usage does not warrant 
retaining operations until midnight, the hours of operation will 
be reduced. 

This change will provide walk-up, personalized service to 
firms and individuals who are filing documents with the PTO. 
The PTO will continue to stamp postcard-type receipts to 
acknowledge the receipt of papers filed at the Attorneys’ 
Window. 

Also, effective on April 21, 1992, the PTO is discontinuing 
the use of drop boxes in the lobby of Crystal Plaza Building 
3, Arlington, Virginia, and at the main entrance of the Depart- 
ment of Commerce Building, Washington, D.C. (37 CFR 1.6(c)) 
as means for receiving papers. 

These changes will provide improved services with respect 
to receipt and processing of documents while, at the same time, 
overcoming problems with the present arrangement. 

Problems encountered with the present arrangement for the 
drop boxes have occasionally made it difficult to determine 
the dates of actual deposit of papers. For example, there have 
been many incidents of papers being found outside of the drop 
boxes (e.g., on the floor of the main lobby of the Department 
of Commerce Building, on the guard’s desk, on a nearby table, 
etc.). On occasion, the PTO and/or filers have been denied 
access to the drop box at the Department of Commerce by 
building security guards due to a special event taking place in 
the lobby. 

Provisions are also available for filing papers through the 
use of the certificate of mailing (37 CFR 1.8) and the Express 
Mail (37 CFR 1.10) procedures. 


March 17, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 


[1137 TMOG 7] 
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(203) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


37 CFR Parts 1, 2 and 10 


[Docket No. 90671-3225] 
RIN: 0651-AA55 


Changes in Signature and Filing Requirements for 
Correspondence Filed in the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent and trademark cases 
to: specify the types of correspondence which will no longer 
require original signatures; provide for facsimile transmission 
of certain correspondence to the Office; discontinue use of the 
drop boxes at Crystal Plaza Building 3 and at the Department 
of Commerce building in Washington, D.C.; and clarify other 
provisions with respect to practice before the Office. 
Effective Date: November 22, 1993. These rules will be appli- 
cable to all correspondence filed with the Office on or after 
the effective date. 

For Further Information Contact: Abraham Hershkovitz by 
telephone at (703) 305-9282, by facsimile transmission at (703) 
305-8825, or by mail marked to his attention and addressed to 
Office of the Assistant Commissioner for Patents, Box DAC, 
Washington, D.C. 20231. 

Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register at 57 FR 36034 (August 
12, 1992) and in the Patent and Trademark Office Official 
Gazette at 1142 Off. Gaz. Pat. Office 8-13 (September 1, 1992), 
the Office proposed to amend the rules of practice in patent 
and trademark cases to simplify the manner in which correspon- 
dence may be transmitted to the Office and clarify other provis- 
ions with respect to practice before the Office. This rulemaking 
includes changes to expand those situations where a party can 
use the Certificate of Mailing or Transmission procedure, and 
minor technical modifications in Part 2 of Title 37 of the Code 
of Federal Regulations which were not part of the proposed 
rulemaking. This rule making also expands the acceptability of 
facsimile transmissions to certain trademark documents which 
were not part of the proposed rulemaking. 

Written comments were submitted by twenty-two law firms, 
five individuals, nine corporations, two organizations and three 
agencies. An oral hearing was not conducted. 

The following includes a discussion of the rules being 
changed and the reasons for those changes, and an analysis of 
the comments received in response to the notice of proposed 
rulemaking. 


Discussion of Specific Sections to be Changed or Added: 


(1) Types of Correspondence No longer Requiring Original 
Signatures (Section 1.4) 

Section 1.4 is amended to include a new paragraph (d) to 
specify that most correspondence filed in the Office, which 
requires a person’s signature, may be an original, or a copy 
thereof. See §§ 1.4 (e) and (f) for types of correspondence 
where the original must be filed in the Office. The word original, 
as used in this rulemaking, is defined as correspondence which 
is personally signed in permanent ink by the person whose 
signature appears thereon. Where copies of correspondence 
are acceptable, photocopies or facsimile transmissions may be 
filed. For example, a photocopy or facsimile transmission of 
an original of an amendment, declaration, petition, issue fee 
transmittal form, authorization to charge a deposit account, 
etc., may be submitted in a patent or trademark application. 
Furthermore, where copies are permitted, second and further 
generation copies (i.e., copy of a copy) are acceptable. The 
original, if not submitted to the Office, should be retained as 
evidence of proper execution in the event that questions arise 
as to the authenticity of the signature reproduced on the photo- 
copy or facsimile-transmitted correspondence. If a question of 
authenticity arises, the Office may require submission of the 
original. 

Section 1.4(e) identifies types of correspondence in which 
an original must be submitted to the Office. Where an original 
is required, copies are not acceptable and will not be accorded 
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a receipt date. Correspondence, as referred to in this section, 
includes application forms for registration to practice before 
the Office and data sheets for the register of patent attorneys 
and agents. 

Section 1.4(f) provides that when a document that is required 
by statute to be certified must be filed (such as a certified copy 
of a foreign patent application, pursuant to 35 U.S.C. 119; a 
certified copy of an international application, pursuant to 35 
U.S.C. 365; a certified copy of a foreign trademark registration, 
pursuant to 15 U.S.C. 1126(e); a certified copy of a final court 
order, pursuant to 15 U.S.C. 1119; or a certified copy of a U.S. 
trademark registration), a copy of the certification, including 
a photocopy or facsimile transmission, will not be acceptable. 
The requirement for an original certification does not apply to 
certifications such as required under §§ 1.8, 1.10, 1.60, 1.97(e) 
and 3.73(b), since these certifications are not required by statute. 
(2) Identification of Applications (Section 1.5) 

Section 1.5(a) is amended to make reference to the certificate 
procedure under § 1.8 consistent with the new title for § 1.8. 
(3) Receipt of Correspondence (Section 1.6) 

A descriptive heading is added to each paragraph of § 1.6 
to identify the content of that paragraph. 

The phrase “correspondence” is used in § 1.6 since the terms 
“papers”, “letters” and “fees” all fall within the generic defini- 
tion of “correspondence”. 

Section 1.6(a) is amended to clarify that correspondence 
transmitted by facsimile on weekends or Federal holidays 
within the District of Columbia, will be accorded the next 
business day as the date of receipt. 

Sections 1.6 (b) and (c) are amended to clarify that weekdays 
refer to any day except a Saturday, Sunday, or Federal holiday 
within the District of Columbia. 

Section 1.6(c) is amended to delete reference to the box 
locations in the lobby of Crystal Plaza Building 3, Arlington, 
Virginia, and at the Department of Commerce Building in 
Washington, D.C. The use of the drop boxes was discontinued 
on April 21, 1992, and the hours of operation for the attorney’s 
window were extended to midnight, the same hours the drop 
boxes were available. The public can now deposit correspon- 
dence with the Office and obtain an acknowledgment of receipt 
after normal business hours. See “Changes in How Papers May 
Be Filed in the Patent and Trademark Office”, 1137 Off. Gaz. 
Pat. Office 7 (April 7, 1992). 

Use of the drop boxes at Crystal Plaza Building 3 and Depart- 
ment of Commerce Building locations had caused problems 
for both the public and the Office. Occasionally, it had been 
difficult to determine the dates of actual deposit of correspon- 
dence in the boxes. On occasion, Office employees and/or 
members of the public had been denied access to the drop box 
at the Department of Commerce by building security guards 

due to a special event taking place at the Department. Addi- 
tionally, there were instances of correspondence being found 
outside of the drop boxes (e.g., on the floor of the main lobby 
of the Department of Commerce Building, on the guard’s desk, 
on a nearby table, etc.). As a result, on occasion, the Office 
lacked confidence in assigning correct dates of receipt to corre- 
spondence deposited in the boxes at Crystal Plaza Building 3 
and at the Department of Commerce Building. Given these 
difficulties, and the fact that the necessity for these boxes has 
been greatly diminished as a result of the facsimile transmission 
and certificate of mailing procedures, § 1.6(c) is amended by 
deleting reference to the drop boxes at Crystal Plaza Building 
3 and the Department of Commerce Building. 

A new section 1.6(d) is added to specify the types of corre- 
spondence which may be transmitted by facsimile and former 
§ 1.6(d) is revised to be consistent with § 1.8(b) and redesig- 
nated as § 1.6(e). The widespread use of facsimile transmission 
and the resulting time saved in correspondence between appli- 
cants and the Office prompted the Office to establish a trial 
program to accept facsimile transmission of certain correspon- 
dence. The policy on “Filing of Certain Papers and Authoriza- 
tions to Charge Deposit Accounts by Facsimile Transmission” 
was published at 1096 Off. Gaz. Pat. Office 30 (November 15, 
1988) and was supplemented in the notice “Filing of Certain 

Papers with the Board of Patent Appeals and Interferences 
by Facsimile Transmission” published at 1108 Off. Gaz. Pat. 
Office 15 (November 14, 1989). The policy on “Filing of 
Certain Trademark Papers and Authorizations to Charge 
Deposit Accounts by Facsimile Transmission” was published 
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at 1123 Off. Gaz. TM. Office 18 (February 12, 1991). In light 
of the success of the trial program, a policy on acceptance 
of facsimile transmission is incorporated into § 1.6(d). The 
Situations where transmission of correspondence by facsimile 

is permitted have been increased over those permissible under 
the trial program outlined above. The situations where transmis- 
sions by facsimile remain prohibited are identified in § 
1.6(d)(1)-(9). Prohibitions cover situations where originals are 
required as specified in §§ 1.4 (e) and (f), and situations where 
accepting a facsimile transmission would be unduly burden- 
some on the Office. As a courtesy, the Office will attempt to 
notify senders whenever correspondence is sent to the Office 
by facsimile transmission that falls within one of these prohibi- 
tions. Senders are cautioned against submitting correspondence 
by facsimile transmission which is not permitted under § 1.6(d) 
since such correspondence will not be accorded a receipt date. 

This final rulemaking expands the acceptability of facsimile 
transmission to certain patent interference proceedings, not 
included in the proposed rulemaking, to reflect the practice set 
forth at 1108 Off. Gaz. Pat. Office 15 (November 14, 1989). 

This final rulemaking also expands the acceptability of 
facsimile transmission to certain trademark documents, not 
include in the proposed rulemaking. These addditional docu- 
ments are: 

(1) An affidavit showing that a mark is still in use or con- 
taining an excuse for nonuse under section 8 (a) or (b) or 
section 12(c) of the Trademark Act, 15 U.S.C. 1058(a), 1058(b), 
1062(c); 

(2) An application for renewal of a registration under section 
9 of the Trademark Act, 15 U.S.C. 1059; 

(3) In an application under section 1(b) of the Trademark 
Act, 15 U.S.C. 1051(b), the filing of an amendment to allege 
use in commerce under section I(c) of the Trademark Act, 15 
U.S.C. 1051(c); or the filing of a statement of use under section 
1(d)(1) of the Trademark Act, 15 U.S.C. 1051(d)(1). 

The Certificate of Mailing or Transmission provisions of § 
1.8 do not apply to correspondence listed in (1)-(3) above, nor 
to the filing of correspondence in an international application 
before the U.S. Receiving Office, the U.S. International 
Searching Authority, or the U.S. International Preliminary 
Examining Authority or to the filing, in an application under 
section I(b) of the Trademark Act, 15 U.S.C. 1051(b), of a 
request under section 1(d)(2) of the Trademark act, 15 U.S.C. 
1051 (d)(2), for an extension of time to file a statement of use 
under section I(d)(1) of the Trademark Act, 15 U.S.C. 1051 
(d)(1). See § 1.8 (a)(2)(i)(E) and 1.8 (a)(2)(ii)(B), (C), (E) and 
(F). If the transmission of any of these documents is completed 
after midnight (Eastern time) of the due date, the papers are 
untimely. 

Under § 1.6(d)(4) as adopted in this final rulemaking, draw- 
ings submitted under §§ 1.81, 1.83-1.85, 1.152, 1.165, 1.174, 
1.437, or 2.21 may not be filed by facsimile in patent and 
trademark applications. The experience of the Office is that 
the quality of the drawings received by facsimile transmission 
is generally not sufficient to comply with the drawing require- 
ments set forth in these rules. However, applicants may submit 
by facsimile transmission proposed drawing corrections for 
approval by the Office. 

In trademark proceedings, the facsimile transmission of spec- 
imens in response to an Office action will be permitted. Fac- 
simile-transmitted specimens must be legible in order to be 
accepted and examined as specimens. This final rulemaking 
also expands the acceptability of specimens filed in conjunction 
with amendments to allege use under section 1(c); statements 
of use under section 1(d); affidavits of use or excusable nonuse 
under section 8 (a) or (b) or 12(c); and applications for renewal 
under section 9 of the Trademark Act. 15 U.S.C. 1051 (c) and 
(d); 1058 (a) and (b); 1062(c) and 1059. 

The date of receipt accorded to any correspondence permitted 
to be sent by facsimile transmission is the date the complete 
transmission is received by an Office facsimile unit, unless the 
transmission is completed on a Saturday, Sunday, or Federal 
holiday within the District of Columbia. Correspondence for 
which transmission was completed on a Saturday, Sunday, or 
Federal holiday within the District of Columbia, will be 
accorded a receipt date of the next succeeding day which is 
not a Saturday, Sunday, or Federal holiday within the District 
of Columbia. For example, a facsimile transmission to the 
Office from California starting on a Friday at 8:45 p.m. Pacific 
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time and taking 20 minutes, would be completed at 9:05 p.m. 
Pacific time. The complete transmission would be received in 
the Office around 12:05 a.m. Eastern time on Saturday. The 
receipt date accorded to the correspondence is the date of the 
following business day, which in this case, would be Monday 
(assuming that Monday was not a Federal holiday within the 
District of Columbia). 

The following lists itemize types of correspondence which 
may not be filed by facsimile transmission, and, if submitted 
by facsimile, will not be accorded a date of receipt: 


Correspondence Relative to Patents and Patent Applica- 
tions Where Filing by Facsimile Transmission is Not per- 
mitted 


(1) A document that is required by statute to be certified; 

(2) A national patent application specification and drawing 
or other correspondence for the purpose of obtaining an applica- 
tion filing date; 

(3) Drawings submitted under §§ 1.81, 1.83-1.85, 1.152, 
1.165, 1.174, or 1.437; 

(4) Correspondence in an interference which an examiner- 
in-chief orders to be filed by hand or “Express Mail”; 

(5) Agreements between parties to an interference under 35 
U.S.C. 135(c); 

(6) Correspondence to be filed in an interference proceeding 
which consists of a preliminary statement under § 1.621; a 
transcript of a deposition under § 1.676 or of interrogatories, 
cross-interrogatories, or recorded answers under § 1.684(c); or 
an evidentiary record and exhibits under § 1.653; 

(7) Correspondence to be filed in a patent application subject 
to a secrecy order under §§ 5.1-5.8 of this chapter and directly 
related to the secrecy order content of the application; 

(8) An international application for patent; 

(9) A copy of the international application and the basic 
national fee necessary to enter the national stage, as specified 
in § 1.494(b) or § 1.495(b); 

(10) A request for reexamination under § 1.510. 


Correspondence Relative to Trademark Registrations and 
Trademark Applications Where Filing by Facsimile Trans- 
mission is Not Permitted 


(1) The filing of a trademark application; 

(2) Drawings submitted under § 2.21; 

(3) A petition to cancel a registration of a mark under section 
14, subsection (1) or (2) of the Trademark Act, 15 U.S.C. 1064; 

(4) Request for cancellation or amendment of a registration 
under section 7(e) of the Trademark Act, 15 U.S.C. 1057(e); 
and certificates of registration surrendered for cancellation or 
amendment under section 7(e) of the Trademark Act, 15 U.S.C. 
1057(e); 

(5) Correspondence to be filed with the Trademark Trial and 
Appeal Board, except the notice of ex parte appeal. 


Correspondence Relative to Practitioner Registrations, 
Investigations, and Disciplinary Proceedings Where Filing 
by Facsimile Transmission is Not Permitted 


Correspondence requiring a person’s signature and relating 
to: 


(1) Registration to practice before the Patent and Trademark 
Office in patent cases; 

(2) Enrollment and disciplinary investigations; or 

(3) Disciplinary proceedings. 

(4) Certificate of Mailing or Transmission Procedure (Section 
1.8) 


The title of § 1.8 is changed from Certificate of Mailing to 
Certificate of Mailing or Transmission so as to include facsimile 
transmission. 

Section 1.8(a) prescribes procedures for the use of a certifi- 
cate of mailing or transmission to file papers or fees in the 
Office by first class mail or by facsimile transmission. The 
description of the Certificate of Mailing or Transmission prac- 
tice is set forth in § 1.8(a)(1), and the list of exceptions to the 
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certificate practice is found in § 1.8(a)(2). The phrase “papers 
or fees” in § 1.8(a) is changed to “correspondence” since both 
“papers” and “fees” fall within the generic definition of “corre- 
spondence”. Paragraphs (a) and (b) of § 1.8 are amended to 
include correspondence transmitted by facsimile. In the event 
that correspondence is filed by facsimile transmission, it is 
recommended that the sending facsimile machine generate a 
report confirming transmission for each transmission session. 
This report should be retained by the applicant, along with the 
correspondence used as the original, as evidence of content 
and date of transmission. Paragraph (a)(2) of § 1.8 is amended 
to include separate headings for correspondence which relate 
to patents, trademarks and disciplinary proceedings. The 
sequence of some of the paragraphs found in § 1.8(a)(2) has 
been changed in order to have those paragraphs listed under 
the appropriate heading. The ability to use the Certificate of 
Mailing or Transmission procedures has been expanded to the 
filing of an affidavit under section 15, subsection (3) of the 
Trademark Act, 15 U.S.C. 1065(3), the filing of a notice of 
election to proceed by civil action in an inter partes proceeding 
under 35 U.S.C. 141 or 15 U.S.C. 1071(a)(1), in response to 
another party’s appeal to the Court of Appeals for the Federal 
Circuit, the filing of a notice and reasons of appeal under 35 
U. S.C. 142 or a notice of appeal under 15 U.S.C. 1071(a)(2), 
and the filing of a statement under 42 U.S.C. 2182 or 42 U.S.C. 
2457(c). 

Paragraph (a)(2)(vi) of § 1.8 is redesignated as paragraph 
(a)(2)(x) and amended to refer to section 14(1) or 14(2) of the 
Trademark Act, 15 U.S.C. 1064, to conform with the numbering 
of the Trademark Law Revision Act of 1988. Other sections 
of paragraph (a)(2) of § 1.8 are amended to identify the types 
of correspondence which will not receive the benefit of a certifi- 
cate of mailing or transmission. 

Paragraph (b) of § 1.8 outlines procedures to be followed 
to document the timely filing of correspondence in accordance 
with § 1.8(a) where such correspondence is not received by 
the Office. The phrase “correspondence or fees” in § 1.8(b) is 
changed to “correspondence” since “fees” fall within the 
generic definition of “correspondence”. Before adoption of this 
final rule, § 1.8(b) required that the party forwarding the corre- 
spondence or fee include a declaration, under §§ 1.68 or 2.20 
of this chapter, attesting to the previous timely mailing or 
transmission. In order to be consistent with other sections in 
Parts | and 2 of this chapter, the practice under § 1.8(b) is 
amended to permit a practitioner, as defined in § 10.1(r), to 
submit a statement rather than an oath or declaration under §§ 
1.68 or 2.20 of this chapter. New paragraph (c) of § 1.8 is 
added to explicitly provide for a requirement for additional 
evidence relating to the mailing or transmission of correspon- 
dence in accordance with paragraph (a) of this section. The 
Office may invoke this requirement when it is deemed appro- 
priate to establish an actual date of mailing or transmission. 
See, e.g., In re Klein, 6 USPQ2d 1547 (Comm’r Pat. 1987), 
aff'd sub nom. Klein v. Peterson, 696 F. Supp. 695, 8 USPQ2d 
1434 (D.D.C. 1988), aff'd 866 F.2d 412, 9 USPQ2d 1558 (Fed. 
Cir.), cert. denied, 490 U.S. 1091 (1989). 

(5) Time for Appeal or Civil Action (Section 1.304) In section 
1.304. paragraphs (a) and (c) are amended to delete a statement 
that use of the certificate procedure under § 1.8 is prohibited 
so as to be consistent with changes to § 1.8. Also, a cross 
reference to 1.658 in paragraph (a) is clarified. 

(6) Submission of Maintenance Fees (Section 1.366) Section 
1.366(b) is amended by deleting the words “of mailing” to 
conform with the new title for § 1.8. 

(7) Filing Date of Application for Extension of Patent Term 
Section 1.741(a)Section 1.741(a) is amended to conform with 
the new title for the certificate procedure under § 1.8. 

(8) Appeal to Court and Civil Action (Section 2.145) Sections 
2.145(c)(3) and 2.145(d)(1) are amended to conform with the 
revised list of types of correspondence excluded from the certifi- 
cate of mailing or transmission procedure set out in § 1.8. 
Formerly, the notice of election to proceed by civil action in 
an inter partes proceeding under 35 U.S.C. 141 or section 
21(a)(1) of the Trademark Act, 15 U.S.C. 1071(a)(1), and the 
filing of notice and reasons of appeal under 35 U.S.C. 142 or 
a notice of appeal under section 21(a)(2) of the Trademark Act, 
15 U.S.C. 1071(a)(2), were specifically excluded, under §§ 
1.8(a)(2) (viii) and (ix), respectively, from the certificate of 
mailing procedure. Since these notices are no longer excluded 
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under amended § 1.8(a)(2), sections 2.145(c)(3) and 2.145(d)(1) 
are amended to conform with § 1.8 by deleting the last sentence 
which provided that the certificate of mailing procedure was 
not available. 

(9) Reconsideration of Affidavit or Declaration (Section 
2.165) Section 2.165(a)(1) is amended to refer to the new title 
for the certificate procedure under § 1.8 of this chapter. 

(10) Signature and Certificate of Practitioner (Section 10.18) 
Section 10.18 is modified to clarify signature requirements for 
correspondence signed by practitioners. The reference to § 1.4 
of this chapter will make it apparent that copies, including 
photocopies or facsimile transmissions, of correspondence 
signed by practitioners will be accepted under appropriate cir- 
cumstances. 

(11) Misconduct (Section 10.23(c)) Section 10.23(c) is 
amended to refer to the new title for the certificate procedure 
under § 1.8 of this chapter. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 

Comment: In order to clarify how the Office will treat a copy 
of a paper, one comment suggested changing the second sen- 
tence in proposed § 1.4(d) to indicate that, except as provided 
in §§ 1.4 (e) and (f), a copy would be treated by the Office as 
if the original had been filed. 

Response: While the suggested language was not adopted, the 
rule was modified to clarify that, except as provided in §§ 1.4 
(e) and (f), an original or a copy thereof may be filed. The 
rules as stated in this final rulemaking are clear that, where an 
original is not required, a paper filed will be treated in the 
same way regardless of whether it is an original or a copy. 
Comment: Five comments objected to a perceived requirement 
in § 1.4(d) that the color of ink used for signing a paper be 
different from the printing on the paper. 

Response: Proposed § 1.4(d) did not require that the color of 
ink used for signing a paper be different from the printing on 
the paper. The suggested use of different colors of ink is a 
preferred procedure for distinguishing between an original and 
a copy. However, in order to avoid further confusion, the sug- 
gestion that a different color of ink be used has been deleted. 
Comment: One comment recommended that the issue of signa- 
ture authenticity end upon issuance of a patent in order to 
reduce the need to keep files in storage for long periods of 
time and to remove the burden on applicants of having to 
retrieve files from storage. 

Response: Once a patent issues, the Office is not likely to 
inquire into any matters related to signature authenticity of 
correspondence filed in that patent application. Nevertheless, 
on rare occasions, a question of signature authenticity might 
arise after issuance of a patent. Applicants must therefore make 
their own decisions as to how long to retain originals. 
Comment: Two comments questioned the justification for pro- 
posed § 1.4(e) requiring originals to be submitted in interna- 
tional patent applications. 

Response: Section 1.4(e), as adopted, does not prohibit the 
filing of photocopies in an international patent application. 
With regard to facsimile transmissions, Patent Cooperation 
Treaty (PCT) Rule 92.4, as revised on July 1, 1992, permits 
the filing by facsimile of certain correspondence related to an 
international patent application. However, as indicated in §§ 
1.6(d)(3), 1.8(a)(2)(iv) and 1.8(a)(2)(vi), the filing by facsimile 
is not permitted in the following situations relative to interna- 
tional applications for patent: (1) the filing of an international 
application for patent and (2) the filing of a copy of the interna- 
tional application and the basic national fee necessary to enter 
the national stage, as specified in §§ 1.494(b) or 1.495(b). 

Applicants are cautioned, however, that the Certificate of 
Mailing or Transmission provisions of § 1.8 do not apply to 
correspondence filed in an international application before the 
U.S. Receiving Office, the U.S. International Searching 
Authority, or the U.S. International Preliminary Examining 
Authority, regardless of whether the correspondence was filed 
by mail or facsimile transmission. See § 1.8(a)(2)(5). 
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Comment: One comment suggested that, in-applications filed 
under § 1.60, the certification that the application and papers 
being filed are true copies of those filed in the parent application 
should be excluded from the original signature requirement. 
Response: Filing of copies of statements under § 1.60 as well 
as certifications under §§ 1.8, 1.10, 1.97(e) and 3.73(b) will 
be permitted. The certified documents referred to in § 1.4(f) 
are those which are required to be certified by statute (e.g., 
certified documents under 35 U.S.C. 119). 

Comment: One comment questioned whether routine papers 
could be photocopied with a practitioner’s signature thereon 
with appropriate information being filled in later by another 
person. 

Response: Section 10.18(a) states that the signature of a prac- 
titioner, on correspondence filed, constitutes a certificate that 
the correspondence has been read by the practitioner. Accord- 
ingly, the photocopying of papers with a practitioner’ s signature 
thereon and subsequently having appropriate information filled 
in by another person, is not authorized or permitted under the 
rules. 

Comment: One comment questioned whether a docket clerk 
could use a signature stamp of a registered attorney on a trans- 
mittal letter. 

Response: Section 10.18(a) states that correspondence filed by 
a practitioner must be personally signed .by that practitioner. 
Accordingly, use of a signature stamp of a registered attorney 
by a docket clerk would not be permitted. 

Comment: Two comments suggested that the facsimile trans- 
mission practice be further liberalized to permit scanned-in 
signatures to be affixed to facsimile or electronically transmitted 
correspondence. The personal, handwritten signature would be 
affixed on a copy of the transmitted correspondence which 
would be kept by the applicant or his or her representative. 
Response: The Office is actively considering acceptance of 
electronically filed applications and papers related thereto. See 
“Electronic Filing of Patent and Trademark Applications” pub- 
lished at 57 FR 56537 (November 30, 1992) and 1145 Off. 
Gaz. Pat. Office 378 (December 22, 1992). Until an acceptable 
program is established, every paper, requiring a signature, filed 
in the Office, regardless of the manner in which it was trans- 
mitted, will have to be a paper which was signed by the person 
whose signature appears thereon, or be a copy thereof. Scanned 
signatures affixed to papers which were not personally signed 
will not be permitted at this time. 

Comment: One comment indicated that proposed § 1.5(a) 
appeared to be contrary to PCT Article 27(1) in that it added 
the additional requirement not set forth in the PCT of requiring 
correspondence concerning an international application to iden- 
tify the international application number. 

Response: PCT Rule 92.1: requires any paper relating to an 
international application to identify the international application 
to which it relates. In order to ensure prompt and proper associa- 
tion of correspondence with the intended application file, it is 
essential to use the application number on all papers. The 
practice (which was not a new one added in this rulemaking) 
is a mere implementation of the requirement: in PCT Rule 
92.1 and is not contrary to PCT Article 27(1) as no additional 
requirement is being placed on applicants. 

Comment: Two comments recommended an increase from two 
weeks to 30 days or one month in the period provided in § 
1.5(a) for resubmission of correspondence. 

Response: The two-week period provided in § 1.5(a) is to enable 
applicants to provide the necessary identifying data where such 
data was not provided during the original submission. This is 
intended to permit immediate resubmission and no additional 
time is deemed to be necessary. Extending this period to 30 
days would unnecessarily delay prosecution of applications. 
Comment: Section 1.5(a) suggests that all letters directed to 
the Office concerning applications for patents should also state 
“Patent Application”. One comment suggested that § 1.5(a) 
be amended to replace the restrictive reference to a “Patent 
Application” to read “identifying the correspondence a relating 
to a patent application”. 

Response: In order to make it easier for Office employees 
handling incoming correspondence-to direct mail, § 1.5(a) rec- 
ommends that letters relating to a patent application should 
state “Patent Application”. The suggestion in the comment 
was not adopted since uniformity in the reference to “Patent 
Application” is desirable: Furthermore, this suggested labeling 
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is not a requirement as evidenced by the use of the word 
“should” rather than “must”. 

Comment: Section 1.5(a) states that “No correspondence 
relating to an application should be filed prior to when notifica- 
tion of the application number is received from the Patent and 
Trademark Office”. One comment suggested that the phrase 
“notification of the application number” was not adequately 
defined as it was not clear if applicants had to wait for the 
official filing receipt before information disclosure statements 
or other papers. could be filed. 

Response: The phrase “notification of the application number” 
as used.in § 1.5(a) includes any manner in which an applicant 
becomes aware of the application number. The phrase is pur- 
posely broad and is not limited to the mailing of an official 
filing receipt. Rather, it includes a return post card which has 
an application number stamped thereon: The reasoning behind 
the statement in § 1.5(a) that no correspondence should be 
filed prior to notification of the application number is that 
correspondence received without an application number is diffi- 
cult to match with the appropriate file. Further defining the 
phrase “notification of the application number” in § 1.5(a) is 
not warranted. 

Comment: One comment suggested defining a business day as 
Monday through Friday, except for Federal. holidays in the 
District of Columbia. 

Response: It is not clear which section the comment was 
directed to, but § 1.6 indicates that no correspondence will be 
received by the Office on Saturdays, Sundays or Federal holi- 
days within the District of Columbia. Since the language has 
not created problems in the past, the suggestion will not be 
adopted. 

Comment: Two commentssuggested-amending § 1.6(c) to indi- 
cate the hour of operation. of the “walk-up window”. 
Response: Specifying in the regulations the hours of operation 
of the “walk-up window” is unnecessary. The hours of operation 
have been-published in Official. Gazette announcements and if 
those hours are changed in the future, the new schedule will 
published.- Should the: hours of: operation. of the “walk-up 
window” be changed due to unforeseen circumstances (i.e., 
snow emergency, etc.), a sign will be posted at the “walk-up 
window” giving an alternate location to deposit correspondence 
for the Office. 

Comment: Two comments requested that the Office reconsider 
and withdraw the proposal to eliminate the mail drop box at 
the guard’s desk at the Department of Commerce Building in 
Washington, D. C. 

Response: As indicated in the notice of proposed rulemaking, 
members of the public were occasionally denied access to the 
drop box at the Department of Commerce. Additionally, the 
Office lacked confidence in assigning correct dates of receipt 
to correspondence deposited in the box as a result of instances 
when correspondence was found outside of the drop box..Fur- 
ther, since there are many ways to file papers with the Office 
(i.e., certificate of mailing or transmission, Express Mail; fac- 
simile transmission, longer hours at the “walk-up-window”), 
there is no need to maintain an off-site drop box. 

Comment: One comment suggested that the Office publish 
phone numbers for facsimile machines at various locations, 
(i.e., Publishing Division, various examining groups, etc.), in 
order to enable the public to direct their transmissions to a 
particular location, rather than a central location. 

Response: The suggestion has been adopted. See “Patent and 
Trademark Office (PTO) Information Contacts”, 1149 Off. Gaz. 
Pat. Office 67 (April 27, 1993). The Office will publish in the 
Official Gazette periodic updates of this list. 

Comment: Three comments advocated a further expansion of 
the facsimile transmission practice to permit transmission of 
any paper which did not. require an original signature. 
According to the comment, it was difficult to understand why 
the Office would not permit facsimile transmission of certain 
papers directly to the Office, but would accept those same 
papers if transmitted by facsimile to a third party who then 
hand-delivered the papers to the Office. 

Response: The only papers, not requiring an original signature 
or certification, which the Office will not accept by facsimile 
transmission are those which; for various reasons, would cause 
an undue burden on the Office. For example, papers submitted 
for the purpose of obtaining an application filing date are often 
rather voluminous difficult to collate and would create ineffi- 





1194 TMOG 494 
(203) 


ciencies in tying up the Office facsimile machines for long 
periods of time. In addition, there is a time and content criticality 
to papers filed for the purpose of obtaining a filing date which 
is not shared by other types of papers. Another example would 
be drawings submitted under §§ 1.81, 1.83-1.85, 1.152, 1.165, 
1.174, 1.437, or 2.21. Experience has shown that the quality 
of drawings received by facsimile transmission would typically 
result in an objection by the Official Draftsman. Disputes might 
arise at that point as to whether the cause of the poor quality 
was applicant’s transmitting unit or the receiving unit of the 
Office. Hence, the Office will continue to prohibit facsimile 
transmission of certain papers as specified in § 1.6(d). However, 
the suggestion has been adopted to the extent that the office 
will accept, via facsimile transmission, an affidavit showing 
that a mark is still in use or containing an excuse for nonuse 
under section 8(a) or (b) or section 12 (c) of the Trademark 
Act, 15 U.S.C. 1058(a), 1058(b), 1062(c); an application for 
renewal of a registration under section 9 of the Trademark Act, 
15 U.S.C. 1059; and in an application under section 1(b) of 
the Trademark Act, 15 U.S.C. 1051(b), the filing of an amend- 
ment to allege use in commerce under section I(c) of the 
Trademark Act, 15 U.S.C. 1051(c); or the filing of a statement 
of use under section 1(d)(1) of the Trademark Act, 15 U.S.C. 
1051 (d)(1). 

Comment: Section 1.6(d) states that the receipt date accorded 
to a paper transmitted by facsimile will be the date on which 
the complete transmission is received in the Office. Three 
comments objected to this language by arguing that this practice 
discriminated against West Coast practitioners and gave an 
advantage to East Coast practitioners because the West Coast 
prac-titioners had only until 9 P.M. to complete a transmission 
in order to receive the benefit of that day’s filing. 

Response: The facsimile transmission practice is similar to 
regular mail practice. Thus, a West Coast practitioner depositing 
correspondence with the local postal service without a certifi- 
cate of mailing will receive as a receipt date the date on which 
the Office receives the correspondence, rather than the date on 
which the correspondence was deposited. Similarly, a paper 
transmitted by facsimile will be accorded, as the date of receipt, 
the date on which the complete transmission was received in 
the Office, unless the date of receipt is a Saturday, Sunday, or 
Federal holiday within the District of Columbia, in which case, 
the date of receipt will be the next business day. 

The certificate practice provided in § 1.8, on the other hand, 
permits the sender to indicate on the correspondence the date 
of mailing or transmission from the sender’s perspective, which 
date would then be effective to meet a deadline set for response. 
Use of the certificate of mail or transmission is applicable to 
correspondence submitted by mail and correspondence trans- 
mitted by facsimile. If transmitted by facsimile, the person 
signing the certificate certifies the expectation that the transmis- 
sion would be initiated before midnight, local time. 

By way of example, a West Coast practitioner preparing a 
response on the last day of the period for response would have 
to use the § 1.8 certificate of mailing procedure or the § 1.10 
Express Mail procedure, for the response to be considered 
timely, if the correspondence was sent by way of the U. S. Postal 
Service. If the practitioner chose to send the correspondence by 
facsimile on the last day for response and the transmission was 
started before 9:00 p.m. Pacific time, but was completed after 
9:00 p.m. Pacific time, the Office would accord that correspon- 
dence a receipt date as of the next business day, which would 
be after the period for response expired because the Office 
would have received the correspondence after midnight Eastern 
time of the last day for response. However, if the practitioner 
affixed a certificate of transmission to the correspondence sent 
by facsimile transmission, indicating that the correspondence 
was being transmitted on the last day in the period for response. 
then the correspondence would be considered timely filed. 

As another example, a transmission started before midnight, 
Pacific time, on the last day for response and having a certificate 
of transmission affixed thereto, would be considered timely 
filed even though the transmission was completed after mid- 
night, Pacific time and was received in the Office the day after 
the deadline for response. 

Comment: One comment suggested replacing “drawings” in § 
1.6(d)(4) with “formal drawings” for clarity. 

Response: The suggestion has not been adopted because the 
phrase “formal drawings” does not find support or antecedent 
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basis in sections referred to in § 1.6(d)(4). 

Comment: One comment objected to the perceived requirement 
for a certificate of transmission in order for a facsimile-trans- 
mitted document to be accorded a date of receipt. 

Response: The receipt date accorded to correspondence eligible 
for facsimile transmission, whether containing a certificate of 
transmission or not, will be the date of receipt in the Office 
of the complete transmission (unless that date is a Saturday, 
Sunday, or Federal holiday within the District of Columbia, in 
which case the date accorded will be the next business day). 
The certificate of transmission, if used, is for purposes of estab- 
lishing timely filing if the correspondence is transmitted within 
the period for response but is (1) received in the Office after 
expiration of the period for response, or (2) lost or (3) not 
received by the Office. 

Comment: One comment requested clarification as to what 
constituted a “complete transmission” as used in §§ 1.6(d). 
Response: The context in which the phrase “complete transmis- 
sion” was used in § 1.6(d) was to indicate that the transmission 
was finished. For example, if page | of a ten-page facsimile 
transmission is received in the Office at 11:55 p.m. on a Tuesday 
and page 10 of that transmission is received at 12:05 a.m. 
Wednesday, the receipt date accorded to that correspondence 
will be the date of that Wednesday. (This example assumes 
that Wednesday is not a Federal holiday within the District of 
Columbia). 

Comment: One comment questioned whether a confirmation 
in the sender’s facsimile machine that the entire facsimile was 
received constituted sufficient proof that a transmission was 
complete. 

Response: A confirmation by the sender’s facsimile machine 
is evidence that a transmission was made. As such, the confir- 
mation will be considered together with any other evidence 
presented when questions of filing by facsimile transmission 
arise. It is therefore suggested that a certificate of transmission 
be used to enable the sender to rely on the procedures set forth 
in § 1.8(b). 

Comment: One comment requested clarification as to what 
constituted an incomplete, faulty or illegible facsimile. Also, 
if an incomplete transmission was sent near the end of the 
period for response, will the sender be able to rely on the date 
the facsimile was initially transmitted, or would the sender 
have to rely on § 1.137 to revive the application if it became 
abandoned? 

Response: If an incomplete, faulty or illegible facsimile trans- 
mission is received, that correspondence will be treated by the 
Office in the same manner that a comparably incomplete, faulty 
or illegible piece of correspondence would be treated if the 
correspondence were hand-delivered or mailed to the Office. 
Whether the application would be held abandoned upon receipt 
of an incomplete facsimile transmission or whether an opportu- 
nity would be provided to complete the transmission will be 
decided on a case-by-case basis using the same standards that 
are currently used - for example, for incomplete responses to 
Office actions, see § 1.135(c). 

Comment: One comment indicated that the proposed practice 
of not accepting papers related to international applications if 
transmitted by facsimile and the indication that papers trans- 
mitted by facsimile, when prohibited, may be disposed of is 
contrary to PCT practice wherein PCT expressly provides for 
facsimile transmission of such papers and when not acceptable, 
an opportunity to correct is provided. 

Response: PCT does not mandate acceptance of facsimile trans- 
missions; it merely authorizes their acceptance. See PCT Rule 
92.4(h). Additionally, as indicated above, the suggestion that 
the Office permit facsimile transmission of correspondence 
relative to an already filed international application has been 
adopted to a large extent. 

There is no provision in PCT to provide an opportunity for 
correction when correspondence is filed by facsimile in spite 
of arefusal by a national Office to accept that type of correspon- 
dence by facsimile. As with national applications, the Office 
will attempt to notify senders whenever a facsimile transmission 
received is of a type which the Office has not agreed to accept 
by facsimile. Senders are cautioned against submitting such 
correspondence by facsimile transmission since the correspon- 
dence will not be accorded a filing date or date of receipt in 
the Office. 

Comment: One comment suggested changing the phrase “Cer- 
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tificate of Transfer” in § 1.8 to “Certificate of Transmittal” or 
“Certificate of Sending” because “transfer” typically implies 
transfer of ownership interest in patents or trademarks. 
Response: While each phrase has its own advantages and draw- 
backs, the suggestion will not be adopted. Nevertheless, in 
order to avoid confusion, this rulemaking leaves the old “Certif- 
icate of Mailing” intact, while adding “or Transmission” to 
include correspondence filed by facsimile transmission. 
Comment: In the notice of proposed rulemaking, it was recom- 
mended that the facsimile machine transmission report be 
retained by the sender along with the correspondence used as 
the original, as evidence of content and date of transfer. One 
comment indicated that the correspondence used as the original 
can only be retained using the older stand-alone type of fac- 
simile machine, since there is no such physical document with 
the newer in-computer facsimile cards. 

Response: Section 1.4(d)(2) provides for submission of copies, 
e.g., by facsimile, of originals as defined in § 1.4(d)(1). Section 
1.4(d)(2) does not provide for transmission of unsigned corre- 
spondence from a computer. While § 1.4(d)(2) does not require 
the sender to retain the original, there may be occasions when 
the sender will have to document the date and content of a 
document previously filed by facsimile transmission. The.rec- 
ommendation made in the notice of proposed rulemaking will 
apply to any situation where a paper document served as the 
original from which a facsimile was transmitted. If a facsimile 
transmission by using a computer is desired, a paper copy of 
the document to be transmitted may be printed out, signed and 
retained by the sender as evidence of content of the document 
transmitted. Once signed, if filing of a copy is permitted, the 
document could be scanned into the computer and facsimile 
transmitted to the Office. 

Comment: In proposed section 1.8(a)(1) published in the Fed- 
eral Register, paragraphs (i) and (ii) were joined with the alter- 
native “or” to indicate that correspondence could be filed by 
being deposited with the U. S. Postal Service or transmitted 
by facsimile. This same section was published in the Official 
Gazette, by having paragraphs (i) and (ii) joined with the con- 
nective “and”. Numerous comments, received apparently from 
individuals who saw the proposed rules in the Official Gazette, 
objected to the requirement that, in order to receive benefits 
under § 1.8, correspondence transmitted by facsimile also had 
to be mailed. 

Response: Section 1.8(a)(1) as published in the Federal Register 
was correct, while the version published in the Official Gazette 
contained a typographical-error. Hence, $§ 1.8(a)(1)(i) (A) and 
(B), as adopted in this rulemaking, make clear that the certificate 


of mailing or transmission practice will be applicable to corre- - 


spondence mailed or sent by facsimile. The Office discourages 
the practice of having the same papers submitted by both 
methods as this practice would result in unnecessary duplication 
of papers and processing requirements. 

Comment: One comment indicated that since. all. facsimile trans- 
missions include the date and time of the actual. facsimile 
transmission, the Office should not require’a certificate of 
transmission, in order to get the benefit_of an: earlier filing 
date under § 1.8(a), when correspondence..is transmitted by 
facsimile. 

Response: The Office is concerned that some alder.machines 
may not print the date and time of the actual transmission. 


Furthermore, even on the new machines the date and time. 


printed by the sending:unit may not always be correct, particu- 
larly after a temporary electrical disconnection, change-im time, 
etc. Hence, for purposes of being considered timely filed, if 
the sender wishes to obtain the benefits of a date earlier than 
the date the complete transmission is received in the Office, 
the correspondence must include a certification in accordance. 
with § 1.8(a). A suggested format for a Certificate of Mailing 
and a Certificate of Transmission under § 1.8, to be included 
with the correspondence, is reproduced below: 


Certificate of Mailing 


I hereby certify that this correspondence is being deposited 
with the United States Postal Service with sufficient postage 
as first class mail in an envelope addressed to: 


U.S. PATENT AND TRADEMARK OFFICE 


Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
on 


Signature 


Typed or printed name 
of person signing certificate 


Certificate of Transmission 


I hereby certify that this correspondence is being facsimile 
transmitted to the Patent and Trademark Office: 


on 


Date Signature 


Typed or printed name 
of person signing certificate 


OTHER CONSIDERATIONS 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12291 and 12612 and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et Seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal 
impact of these changes is to incorporate existing Office policy 
into the regulations, permit the filing of certain correspondence 
without an original signature and permit the filing of certain 
correspondence by facsimile transmission. 

The Office has determined that these rule changes are. not 
major rules under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. There will be 
no major increase in costs or prices for consumers, individuals, 
industries, Federal, state or local government agencies, or geo- 
graphic regions because most of the changes reduce procedural 
burdens. There will be no significant effects on competition, 
employment, investment, productivity, innovation, or on the 
ability of United States-based enterprises to compete with for- 
eign-based enterprises in domestic or export markets. 

The Office has also determined that these changes have no 
Federalism implications affecting the relationship between the 
National Government and the States~as outlined.in Executive 
Order 12612. 

These rule changes contain coilection-of-information 
requirements subject to the Paperwork Reduction Act of 1980, 
44 U.S C. 3501 et seq:, which have previously been approved 
by the Office of Management and Budget under Control Nos. 
0651-0009 and 0651-O00H. The public reporting burden for 
these collections of information for Certificates of Mailing or 
Transmission is-estimated to average 0.1 hours each, including 
the time for reviewing instructions, searching existing data 
sources, gathering and maintaining the data needed, and com- 
pleting and reviewing the collections of information. Send com- 
ments.regarding these burden estimates,-or any other aspect 
of these.collections of information, including suggestions:for . 
reducing, thesburden, to Abraham Hershkovitz, Office of>the 
Assistant*Commissioner.for Patents, Box- DAC, Washington, 
D.C. 20231, and to the Office of. Information and Regulatory 
Affairs, Office of Management and Budget, Washington, -D.C.. . 
20503 (ATTN: Paperwork Reduction Act: Projects 0651-0009 
and 0651-0011). 


List of Subjects 
37 CFR Part 1 
Administrative practice and procedure, Freedom of informa- 


tion, Inventions and patents, Reporting and record keeping 
requirements. 
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37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


37 CFR Part 10 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 

For the reasons set out in the preamble, and pursuant to the 
authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, parts 
1, 2 and 10 of title 37 of the Code of Federal Regulations are 
amended as set forth below: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. In Section 1.4, the title is revised and paragraphs (d) through 
(f) are added to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 


KEKE 


(d) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in a patent or 
trademark application, reexamination proceeding, patent or 
trademark interference proceeding, patent file or trademark 
registration file, trademark opposition proceeding, trademark 
cancellation proceeding, or trademark concurrent use pro- 
ceeding, which requires a person's signature, must either: 

(1) be an original, that is, have an original signature person- 
ally signed in permanent ink by that person; or 

(2) be a copy, such as a photocopy or facsimile transmis- 
sion (§ 1.6(d)), of an original. In the event that a copy of the 
original is filed, the original should be retained as evidence of 
authenticity. If a question of authenticity arises, the Patent and 
Trademark Office may require submission of the original. 

(e) Correspondence requiring person’s signature and relating 
to registration to practice before the Patent and Trademark 
Office in patent cases, enrollment and disciplinary investiga- 
tions, or disciplinary proceedings must be submitted with an 
original signature personally signed in permanent ink by that 
person. 

(f) When a document that is required by statute to be certified 
must be filed, a copy, including a photocopy or facsimile trans- 
mission, of the certification is not acceptable. 


3. Section 1.5(a) is revised to read as follows: 
§ 1.5 Identification of application, patent or registration. 


(a) No correspondence relating to an application should be 
filed prior to when notification of the application number is 
received from the Patent and Trademark Office. When a letter 
directed to the Patent and Trademark Office concerns a pre- 
viously filed application for a patent, it must identify on the 
top page in a conspicuous location, the application number 
(consisting of the series code and the serial number, e.g., 07/ 
123,456), or the serial number and filing date assigned to that 
application by the Patent and Trademark Office, or the interna- 
tional application number of the international application. Any 
correspondence not containing such identification will be 
returned to the sender where a return address is available. The 
returned correspondence will be accompanied with a cover 
letter which will indicate to the sender that if the returned 
correspondence is resubmitted to the Patent and Trademark 
Office within two weeks of the mail date on the cover letter, 
the original date of receipt of the correspondence will be consid- 
ered by the Patent and Trademark Office as the date of receipt 
of the correspondence. Applicants may use either the Certificate 
of Mailing or Transmission procedure under § 1.8 or the Express 
Mail procedure under § 1.10 for resubmissions of returned 
correspondence if they desire to have the benefit of the date 
of deposit in the United States Postal Service. If the returned 
correspondence is not resubmitted within the two-week period, 
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the date of receipt of resubmission will be considered to be 
the date of receipt of the correspondence. The two-week period 
to resubmit the returned correspondence will not be extended. 
If for some reason returned correspondence is resubmitted with 
proper identification later than two weeks after the return 
mailing by the Patent and Trademark Office, the resubmitted 
correspondence will be accepted but given its date of receipt. 
In addition to the application number, all letters directed to the 
Patent and Trademark Office concerning applications for patent 
should also state “PATENT APPLICATION,” the name of the 
applicant, the title of the invention, the date of filing the same, 
and if known, the group art unit or other unit within the Patent 
and Trademark Office responsible for considering the letter 
and the name of the examiner or other person to which it has 
been assigned. 


KKK 


4. In section 1.6, is revised, to read as follows: 
§ 1.6 Receipt of correspondence. 


(a) Date of receipt and Express Mail date of deposit. 

Correspondence received in the Patent and Trademark Office 
is stamped with the date of receipt except as follows: 

(1) No correspondence is received in the Patent and Trade- 
mark Office on Saturdays, Sundays or Federal holidays within 
the District of Columbia; 

(2) Correspondence filed in accordance with § 1.10 will 
be stamped with the date of deposit as “Express Mail” with 
the United States Postal Service unless the date of deposit is 
a Saturday, Sunday, or Federal holiday within the District of 
Columbia in which case the date stamped will be the next 
succeeding day which is not a Saturday, Sunday, or Federal 
holiday within the District of Columbia; 

(3) Correspondence transmitted by facsimile to the Patent 
and Trademark Office will be stamped with the date on which 
the complete transmission is received in the Patent and Trade- 
mark Office unless that date is a Saturday, Sunday, or Federal 
holiday within the District of Columbia, in which case the date 
stamped will be the next succeeding day which is not a Saturday, 
Sunday, or Federal holiday within the District of Columbia. 

(b) Patent and Trademark Office Post Office pouch. 

Mail placed in the Patent and Trademark Office pouch up 
to midnight on any day, except Saturdays, Sundays and Federal 
holidays within the District of Columbia, by the post office at 
Washington, D.C., serving the Patent and Trademark Office, is 
considered as having been received in the Patent and Trademark 
Office on the day it was so placed in the pouch by the U.S. 
Postal Service. 

(c) Correspondence delivered by hand. 

In addition to being mailed, correspondence may be delivered 
by hand during hours the Office is open to receive correspon- 
dence. 

(d) Facsimile transmission. 

Except in the cases enumerated below, correspondence, 
including authorizations to charge a deposit account, may be 
transmitted by facsimile. The receipt date accorded to the corre- 
spondence will be the date on which the complete transmission 
is received in the Patent and Trademark Office, unless that 
date is a Saturday, Sunday, or Federal holiday within the District 
of Columbia. See § 1.6(a)(3). To facilitate proper processing, 
each transmission session should be limited to correspondence 
to be filed in a single application or other proceeding before 
the Patent and Trademark Office. The application number of 
a patent or trademark application, the control number of a 
reexamination proceeding, the interference number of an inter- 
ference proceeding, the patent number of a patent, or the regis- 
tration nurnber of a trademark should be entered as a part of 
the sender’s identification on a facsimile cover sheet. Facsimile 
transmissions are not permitted and if submitted, will not be 
accorded a date of receipt, in the following situations: 

(1) Correspondence as specified in § 1.4(e), requiring an 
original signature; 

(2) Certified documents as specified in § 1.4(f); 

(3) Correspondence which cannot receive the benefit of 
the certificate of mailing or transmission as specified in § 
1.8(a)(2)(iA) through (D) and (F); 1.8 (a)(2)(ii)(A) and (D); 
and 1.8 (a)(2)(ili)(A); 





JANUARY 7, 1997 


(4) Drawings submitted under §§ 1.81, 1.83 through 1.85, 
1.152, 1.165, 1.174, 1.437, 2.51, 2.52, or 2.72; 

(5) A request for reexamination under § 1.510; 

(6) Correspondence to be filed in a patent application 
subject to a secrecy order under §§ 5.1 through 5.8 of this 
chapter and directly related to the secrecy order content of the 
application; 

(7) Requests for cancellation or amendment of a registra- 
tion under section 7(e) of the Trademark Act, 15 U.S.C. 1057(e); 
and certificates of registration surrendered for cancellation or 
amendment under section 7(e) of the Trademark Act, 15 U.S.C. 
1057(e); 

(8) Correspondence to be filed with the Trademark Trial 
and Appeal Board, except the notice of ex parte appeal; 

(9) Correspondence to be filed in an interference pro- 
ceeding which consists of a preliminary statement under § 
1.621; a transcript of a deposition under § 1.676 or of interroga- 
tories, cross-interrogatories, or recorded answers under § 
1.684(c); or an evidentiary record and exhibits under § 1.653. 

(e) Interruptions in U.S. Postal Service. 

If interruptions or emergencies in the United States Postal 
Service which have been so designated by the Commissioner 
occur, the Patent and Trademark Office will consider as filed 
on a particular date in the Office any correspondence which 
is: 

(1) Promptly filed after the ending of the designated inter- 
ruption or emergency; and 

(2) Accompanied by a statement indicating that such corre- 
spondence would have been filed on that particular date if it 
were not for the designated interruption or emergency in the 
United States Postal Service. Such statement must be a verified 
statement if made by a person other than a practitioner as 
defined in § 10.1(r) of this chapter. 


5. Section 1.8 is revised to read as follows: 
§ 1.8 Certificate of mailing or transmission. 


(a) Except in the cases enumerated in paragraph (a)(2) of 
this section, correspondence required to be filed in the Patent 
and Trademark Office within a set period of time will be 
considered as being timely filed if the procedure described in 
this section is followed. The actual date of receipt will be used 
for all other purposes. 

(1) Correspondence will be considered as being timely 
filed if: 

(i) the correspondence is mailed or transmitted prior to 
expiration of the set period of time by being: 

(A) deposited with the U.S. Postal Service with suffi- 
cient postage as first class mail addressed to the Commissioner 
of Patents and Trademarks, Washington, D.C. 20231; or 

(B) transmitted by facsimile to the Patent and Trade- 
mark Office in accordance with § 1.6(d); and 

(ii) the correspondence includes a certificate for each 
piece of correspondence stating the date of deposit or transmis- 
sion. The person signing the certificate should have reasonable 
basis to expect that the correspondence would be mailed or 
transmitted on or before the date indicated. 

(2) The procedure described in paragraph (a)(1) of this 
section does not apply to, and no benefit will be given to a 
Certificate of Mailing or Transmission on the following: 

(i) Relative to Patents and Patent Applications 

A. The filing of a national patent application specifi- 
cation and drawing or other correspondence for the purpose of 
obtaining an application filing date; 

B. The filing of correspondence in an interference 
which an examiner-in-chief orders to be filed by hand or 
“Express Mail”; 

C. The filing of agreements between parties to an 
interference under 35 U.S.C. 135(c); 

D. The filing of an international application for 
patent; 


E. The filing of correspondence in an international 
application before the U.S. Receiving Office, the U.S. Interna- 
tional Searching Authority, or the U.S. International Prelimi- 
nary Examining Authority; 

F. The filing of a copy of the international application 
and the basic national fee necessary to enter the national stage, 
as specified in § 1.494(b) or § 1.495(b). 
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(ii) Relative to Trademark Registrations and Trademark 
Applications 

A. The filing of a trademark application; 

B. The filing of an affidavit showing that a mark is 
still in use or containing an excuse for nonuse under section 
8 (a) or (b) or section 12(c) of the Trademark Act, 15 U.S.C. 
1058(a), 1058(b), 1062(c); 

C. The filing of an application for renewal of a regis- 
tration under section 9 of the Trademark Act, 15 U.S.C. 1059; 

D. The filing of a petition to cancel a registration of 
a mark under section 14, subsection (1) or (2) of the Trademark 
Act, 15 U.S.C. 1064; 

E. In an application under section |(b) of the Trade- 
mark Act, 15 U.S.C. 1051(b), the filing of an amendment to 
allege use in commerce under section I(c) of the Trademark 
Act, 15 U.S.C. 1051(c); or the filing of a statement of use under 
section 1(d)(1) of the Trademark Act, 15 U.S.C. 1051(d)(1); 

F. In an application under section 1(b) of the Trade- 
mark Act, 15 U.S.C. 1051(b), the filing of a request under 
section I(d)(2) of the Trademark Act, 15 U.S.C. 1051(d)(2), 
for an extension of time to file a statement of use under section 
1(d)(1) of the Trademark Act, 15 U.S.C. 1051(d)(1). 

(iii) Relative to Disciplinary Proceedings 

A. Correspondence filed in connection with a disci- 
plinary proceeding under Part 10 of this chapter. 

B. Reserved. 

(b) In the event that correspondence is considered timely filed 
by being mailed or transmitted in accordance with paragraph (a) 
of this section, but not received in the Patent and Trademark 
Office, and the application is held to be abandoned or the 
proceeding dismissed, terminated, or decided with prejudice, 
the correspondence will be considered timely if the party who 
forwarded such correspondence: 

(1) informs the Office of the previous mailing or transmis- 
sion of the correspondence promptly after becoming aware that 
the Office has no evidence of receipt of the correspondence, 

(2) supplies an additional copy of the previously mailed 
or transmitted correspondence and certificate, and 

(3) includes a statement which attests on a personal knowl- 
edge basis or to the satisfaction of the Commissioner to the 
previous timely mailing or transmission. Such statement must 
be a verified statement if made by a person other than a prac- 
titioner as defined in § 10.1(r) of this chapter. If the correspon- 
dence was sent by facsimile transmission, a copy of the sending 
unit’s report confirming transmission may be used to support 
this statement. 

(c) The Office may require additional evidence to determine 
if the correspondence was timely filed. 


6. Section 1.304 paragraphs (a) and (c) are revised to read as 
follows: 


§ 1.304 Time for appeal or civil action. 


(a)(1) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
of the Board of Patent Appeals and Interferences. If a request 
for reconsideration or modification of the decision is filed 
within the time period provided under § 1.197(b) or § 1.658(b), 
the time for filing an appeal or commencing a civil action shall 
expire two months after action on the request. In interferences, 
the time for filing a cross-appeal or cross-action expires: 

(i) 14 days after service of the notice of appeal or the 
summons and complaint, or 

(ii) Two months after the date of decision of the Board 
of Patent Appeals and Interferences, whichever is later. 

(a)(2) The time periods set forth in this section are not subject 
to the provisions of §§ 1.136, 1.550(c) or § 1.645 (a) or (b). 

(a)(3) The Commissioner may extend the time for filing an 
appeal or commencing a civil action: 

(i) For good cause shown if requested in writing before 
the expiration of the period for filing an appeal or commencing 
a civil action, or 

(ii) Upon written request after the expiration of the 
period for filing an appeal or commencing a civil action upon 
a showing that the failure to act was the result of excusable 
neglect. 


KKK 
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(c) If a defeated party to an interference has taken an appeal 
to the U.S. Court of Appeals for the Federal Circuit and an 
adverse party has filed notice under 35 U.S.C. 141 electing to 
have all further proceedings conducted under 35 U.S.C. 146 
(§ 1.303(c)), the time for filing a civil action thereafter is 
specified in 35 U.S.C. 141. The time for filing a cross-action 
expires 14 days after service of the summons and complaint. 


7. Section 1.366(b) is revised to read as follows: 
§ 1.366 Submission of maintenance fees. 


KEKKK 


(b) A maintenance fee and any necessary surcharge submitted 
for a patent must be submitted in the amount due on the date 
the maintenance fee and any necessary surcharge are paid and 
may be paid in the manner set forth in § 1.23 or by an authoriza- 
tion to charge a deposit account established pursuant to § 1.25. 
Payment of a maintenance fee and any necessary surcharge or 
the authorization to charge a deposit account must be submitted 
within the periods set forth in § 1.362 (d), (e) or (f). Any 
payment or authorization of maintenance fees and surcharges 
filed at any other time will not be accepted and will not serve 
as a payment of the maintenance fee except insofar as a delayed 
payment of the maintenance fee is accepted by the Commis- 
sioner in an expired patent pursuant to a petition filed under 
§ 1.378. Any authorization to charge a deposit account must 
authorize the immediate charging of the maintenance fee and 
any necessary surcharge to the deposit account. Payment of 
less than the required amount, payment in a manner other than 
that set forth in § 1.23, or the filing of an authorization to 
charge a deposit account having insufficient funds will not 
constitute payment of a maintenance fee or surcharge on a 
patent. The certificate procedures of either § 1.8 or § 1.10 
may be utilized in paying maintenance fees and any necessary 
surcharges. 


KEKE 


8. Section 1.741, paragraph (a) is revised to read as follows: 
§ 1.741 Filing date of application. 


(a) The filing date of an application for extension of patent 
term is the date on which a complete application is received 
in the Patent and Trademark Office or filed pursuant to the 
“Certificate of Mailing or Transmission” provisions of 37 CFR 
1.8 or “Express Mail” provisions of 37 CFR 1.10. 


KKK 


PART 2- RULES OF PRACTICE IN TRADEMARK CASES 


9. The authority citation for 37 CFR Part 2 continues to read 


as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


10. Section 2.145 is amended by revising Paragraphs C(3) and 
D(1) to read as follows: 


§ 2.145 Appeal to Court and Civil Action. 


KKK 


(c ) KK 
(3) Any adverse-party to.an appeal taken to the U.S. Court 
of Appeals for the Federal Circuit by a defeated party in an 
inter partes proceeding may file a notice with the Commissioner 
within twenty days after the filing of the defeated party's notice 
of appeal to the court (paragraph (b) of this section), electing 
to have all further proceedings conducted as provided in section 
21(b) of the Act. The notice of election must be served as 

provided in § 2.119. 


KKK 


(d) Time for appeal or civil action. 
(1) The time for filing the notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit (paragraph (b) of this 
section), or for commencing a civil action (paragraph (c) of 
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this section), is two months from the date of the decision of 
the Trademark Trial and Appeal Board or the Commissioner, 
as the case may be. If a request for rehearing or reconsideration 
or modification of the decision is filed within the time specified 
in §§ 2.127(b), 2.129(c) or § 2.144, or within any extension 
of time granted thereunder, the time for filing an appeal or 
commencing a civil action shall expire two months after action 
on the request. In inter partes cases, the time for filing a cross- 
action or a notice of a cross-appeal expires (i) 14 days after 
service of the notice of appeal or the summons and complaint; 
or 

(ii) two months from the date of the decision of the 
Trademark Trial and Appeal Board or the Commissioner, 
whichever is later. 


KK 


11. Section 2.165(a)(1) is revised to read as follows: 
§ 2.165 Reconsideration of Affidavit or Declaration 


(a)(1) If the affidavit or declaration filed pursuant to § 2.162 
is insufficient or defective, the affidavit or declaration will 
be refused and the registrant will be notified of the reason. 
Reconsideration of the refusal may be requested within six 
months from the date of the mailing of the action. The request 
for reconsideration must state the grounds for the request. A 
supplemental or substitute affidavit or declaration required by 
section 8 of the Act of 1946 cannot be considered unless it is 
filed before the expiration of six years from the date of the 
registration or from the date of publication under section 12(c) 
of the Act. The Certificate of Mailing or Transmission proce- 
dure provided by § 1.8 does not apply to affidavits or declara- 
tions or to supplemental or substitute affidavits or declarations 
filed under section 8(a) or (b) of the Act, but the certificate 
by “Express Mail” procedure provided by § 1.10 does apply 
thereto. 


KKK 


PART 10- REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


12. The authority citation for 37 CFR Part 10 continues to read 
as follows: 

Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32 
41. 


13. Section 10.18, is revised to read as follows: 
§ 10.18 Signature and certificate of practitioner. 


(a) Except where acopy, including a photocopy or facsimile 
transmission, of a personally signed piece of correspondence 
is permitted to be filed pursuant to § 1.4 of this chapter, every 
piece of correspondence filed by a practitioner on behalf of 
himself or herself or representing an applicant or a party to a 
proceeding in the Patent and Trademark Office must bear an 
original signature personally signed in permanent ink by. such 
practitioner except for.correspondence which is required to be 
signed by the applicant or party. The signature of a practitioner 
on correspondence filed bythe practitioner, regardless of 
whether the correspondence has an original signature or is 
a copy, including a photocopy or facsimile: transmission, of 
correspondence bearing an original signature, constitutes a°cer- 
tificate that: 

(1) The correspondence has beenvread by the: practitioner; 

(2) The filing of the correspondence is authorized; 

(3) To the best of practitioner’s knowledge, information, 
and belief, there is good ground to support the correspondence; 
including any allegations of improper conduct contained or 
alleged therein; and 

(4) The correspondence is not interposed for delay. 

(b) Any practitioner knowingly violating the provisions of 
this section is subject to disciplinary action. See § 10.23(c)(15). 


14. Section 10.23, paragraph (c)(9), is revised to read as follows: 


§ 10.23 Misconduct 


AK 
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(c) AK 
(9) Knowingly misusing a “Certificate of Mailing or 
Transmission” under § 1.8 of this chapter or a certificate of 
“Express Mail” under § 1.10 of this chapter. 


2 A 


BRUCE A. LEHMAN 

Assistant Secretary of Commerce 
and Commissioner of Patents 
and Trademarks 


Oct. 15, 1993 
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(204) Unpaid Fee Checks 

Beginning Dec. 1, 1987, the Office will change the procedure 
for handling fee checks of attorneys and agents that are returned 
to the Office unpaid. Presently, when a check submitted as 
payment for an application, a processing, an issue or any other 
fee is returned to the Office unpaid, the Office of Finance sends 
a letter to the attorney or agent who represents the applicant, 
or to the applicant if unrepresented by an attorney or agent, 
enclosing the check and calling attention to the fact that the 
check was returned unpaid. Beginning Dec. 1, 1987, the Office 
of Finance will send a copy of its letter to the applicant if the 
letter is addressed to an attorney or agent. The prohibition of 
37 CFR §§ 1.33 and 2.18 against double correspondence is 
waived in view of the submission of a check that is returned 
unpaid to the Office. 

A registered patent attorney or agent who repeatedly submits 
checks that are returned unpaid through no fault of the bank 
may expect to have the matter referred to the Office of Enroll- 
ment and Discipline. 


DONALD W. PETERSON 
Deputy Commissioner 


Oct. 5, 1987 
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Weekly Summaries of 
Trademark Trial 
and Appeal Board Final Decisions 


The Patent and Trademark Office will begin publishing, in 
each issue of the Trademark Official Gazette, a weekly sum- 
mary of final decisions issued by the Trademark Trial and 
Appeal Board. Publication of the summary is being undertaken 
on a discretionary basis, as a courtesy to interested members 
of the public. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Mar. 21, 1988 
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(206) Filing Receipt for Trademark Applications 


Effective immediately, the Trademark Examining Operation 
will replace its existing “FILING RECEIPT FOR TRADE- 
MARK APPLICATIONS,” PTO Form 100 (Rev. 8/78), with 
a filing receipt using a new format. The revised filing receipt 
will be printed on a single sheet of 8 1/2” x 11” paper and will 
contain information regarding the mark, applicant, International 
and U.S. classes, goods and/or services, and dates of use. If 
all of the information relating to a new application cannot be 
printed on the 8 1/2” x 11” filing receipt, it will be noted that 
additional information was contained in the application but was 
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not printed. The addressee’s name and address will be printed 
on the back of the filing receipt. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Sept. 6, 1988 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 90363-9221] 
RIN: 0651-AA40 


(207) 


Patent and Trademark Automated Search System Fees 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent and trademark cases, 
Parts | and 2 of Title 37, Code of Federal Regulations, to set 
forth fees for public access to the text data bases resident 
on the Automated Patent System (APS) and the automated 
trademark search system (T-Search). Pub. L. 100-703, enacted 
on November 19, 1988, allows the Commissioner to establish 
reasonable fees for on-line access to the automated search 
systems. 

The Office will provide on-line access to its USPAT data 
base (full text of U.S. patents issued after 1974), the U.S. 
classification data from 1790 to the present, and to English 
abstracts of Japanese and Chinese patents (to the extent they 
are available), hereinafter referred to as APS-Text, in its Patent 
Search Room and to T-Search in its Trademark Search Library, 
located in Arlington, Virginia. Except for a series of pilot 
experiments which may occur over the next one or two years, 
the Office does not plan to provide routine remote on-line 
access to these data bases at any other facilities at the present 
time. A separate rulemaking process will be followed when 
the Office determines to provide such remote on-line access. 

Both search systems have been made available to the public 
free of charge since April 3, 1989, for the purposes of education 
and training (familiarization). 

The paper and/or microfilm collections of U.S. patents, for- 
eign patents documents and U.S. trademark registrations con- 
tinue to be available to the public free of charge, as provided 
by section 104(b) of Pub. L. 100-703. The Office reaffirms its 
commitment to hold a public hearing prior to making any 
decision concerning the elimination of the paper files. 

This final rule establishes fees for use of the on-line auto- 
mated search systems. In addition, procedures for public use 
of the automated search systems, including training and char- 
ging of fees, are presented. 

In response to the notice of proposed rulemaking published 
in the Federal Register on May 3, 1989 (54 FR 18907), and 
at a public hearing held on June 30, 1989, the Office received 
many comments regarding problems encountered by the public 
in the use of T-Search. The Office believes that T-Search has 
proven effective for searches performed by Trademark exam- 
ining attorneys in connection with their examination of applica- 
tions for the registration of marks. Although the Office is 
establishing a fee for accessing the T-Search system, the Com- 
missioner is immediately suspending collection of that fee to 
provide additional time for the public to familiarize themselves 
with T-Search. The Office will provide the public with sixty 
days notice before starting to collect the fee. 

Effective Date: February 12, 1990. Rule 2.6(w) will take effect 
February 12, 1990 but immediately be suspended by the Com- 
missioner. The Office will provide written notice in the Federal 
Register sixty days before starting to collect fees for accessing 
T-Search. 

For Further Information: Frances Michalkewicz by telephone 
at (703) 557-1610 or by mail marked to her attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Supplementary Information: The purpose of this final rule is 
to establish new fees for the on-line use by the public of APS- 
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Text, and T-Search that are to be provided in the Office’s 
facilities in Arlington, Virginia. This final rule is consistent 
with the Office’s Electronic Data Dissemination Policies-and 
Guidelines, which were published in final form in the Federal 
Register on May 3, 1989, at 54 FR 18920. Establishment and 
adjustment of patent fees is provided for by section 6 and 
section 41 of Title 35, United States Code, and section 103(b) 
of Pub. L. 100-703. Establishment and adjustment of trademark 
fees is authorized by section 31 of the Trademark (Lanham) 
Act 1946, as amended (15 U.S.C. 1113), and section 103(a) 
of Pub. L. 100-703. Information on the procedures for public 
use of the automated systems, including training, waivers, and 
the charging of fees, also is presented. 

Background: In response to Pub. L. 96-517, the 1980 legislation 
which amended patent and trademark laws, the-Office prepared 
and submitted a plan for the automation of its operations to 
Congress on December 13, 1982. The plan centered on two 
basic concepts: the creation of electronic data bases that (1) 
would eventually replace the Office’ s all-paper patent and trade- 
mark files, and thereby improve the integrity and quality of 
Office records; and (2) would support searches, examinations, 
Office actions and other Office functions through electronic 
workstations which would provide text and image retrieval 
capabilities and perform other automation functions. 

Over 700,000 active Federal trademark registations have 
been converted to an electronic data base of textual and digital 
image data. A computer system has been installed to enable 
trademark examining attorneys to search the data base for regis- 
tered and pending. trademarks and associated textual data, 
including marks containing designs, and to retrieve, display 
and print all information as a substitute for paper file searches. 
Trademark examining attorneys have been using T-Search 
exclusively since January 1988 via a network of approximately 
40 terminals. After a six-month experimental T-Search evalua- 
tion program conducted between June and December 1988, the 
capability was deployed for public use in the Trademark Search 
Library on April 3, 1989. 

The T-Search “dead data base”, trademarks cancelled, 
expired or abandoned since March 1984, also is available to 
the public, but approximately 17,000 images are missing and 
an additional 184,000 registrations and applications have not 
been quality checked. Trademark examining attorneys do not 
search this data base in connection with examining activities. 

An Automated Patent System (APS) was installed for test 
and evaluation purposes, using one patent examining group as 
an operational testbed. Major operational components of APS, 
that is, large scale computers with conventional magnetic 
storage devices, a high-speed local data communications net- 
work, and electronic workstations equipped with two high reso- 
lution graphic displays and laser printers were interconnected 
on July 1, 1986, to enable system test and evaluation to begin 
in the testbed group. 

On-line access to the full-text of all U.S. patents granted 
after 1974 and then to English language abstracts of Japanese 
patents was deployed to the patent examining staff beginning 
in 1986. On-line access to APS-Text permits examiners to 
search the text of approximately one million U.S. patents con- 
taining more than five billion words. Today, all examiners have 
been trained in the use of the full-text searching tool, and it 
has become a routine part of the patent examination process 
for many examiners. Searches are conducted from approxi- 
mately 71 single screen text terminals located throughout the 
Office. The APS-Text capability was deployed to. the public 
in the Patent Search Room on April 3, 1989. 

The Office intends to enter the text of virtually all U.S. 
patents issued after 1970. In addition, selected tubular data and 
chemical and mathematical equations will be added to the 
current full text file. Ultimately, approximately !.2 million U.S. 
patents will be available to both patent examiners and the public 
for search in full text form. 

Public evaluation of the APS full-text search capability was 
conducted between January |! and April 15, 1988. Forty-two 
(42) public users were trained an APS-Text during January 
1988, and allowed first-come/first-serve access to several termi- 
nals. Reactions of public users to APS-Text were positive. 
Public users found APS-Text useful for pre-application and 
state-of-the-art searches. A total of 38 public users were trained 
on T-Search during a public evaluation period conducted 
between June and December 1988. Preliminary review indi- 
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cated that public users considered T-Search to be useful both 
as a source for registrability searching and for verifying paper 
searches. In addition, T-Search was found to facilitate searches 
by class and ownership. 

Pub. L. 100-703, enacted on November 19, 1988, allows the 
Commissioner to establish reasonable fees for public access to 
the automated search systems while it continues the require- 
ments that no more than 30 percent of automation .resources 
may be from user fees and that the Office may not enter into 
exchange agreements relating to automatic data processing 
resources. 

Section 104(c) of Pub. L. 100-703 allows the Commissioner 
to waive the payment by an individual of fees for accessing 
the automated search systems upon a showing of need or hard- 
ship, and if such waiver is in the public interest. 

The information contained in the automated data bases, 
which will be available to the public at the Patent and Trademark 
Office in Arlington, Virginia, is available free of charge at that 
location in paper form, and is substantially available through 
commercial vendors. The Office believes it to be in the public 
interest to waive the fee for public access to its text data bases 
in situations where access to the data base is needed for a 
personal, educational purpose by an individual or member of 
an educational or non-profit organization, or where payment 
of the fee would pose a genuine financial hardship to the user. 

A personal, educational purpose is one in which the person 
using the data base is attempting to satisfy a personal need, 
and is not conducting a search or otherwise using the data base 
for compensation in any form. Examples of appropriate. waiver. 
situations would include students or teachers. doing a term 
paper, a university professor collecting background information 
for the preparation of an application for a research grant. An 
example of a situation where a waiver would not be appropriate 
would include an individual doing work for renumeration - 
e.g., a law student doing a pre-examination or infringement 
search for a law firm. 

The Commissioner will further consider a fee waiver based 
on a genuine financial hardship. The person requesting a waiver 
will be required to provide information that would demonstrate 
a clear inability to pay the fee. 

A waiver for the payment of fees is intended to be granted 
sparingly, and generally only when terminals are available. It 
is not anticipated that fees will be waived for any one individual 
more than once or twice each year. The Commissioner reserves 
the authority to control access to the data bases and deny a 
waiver to any individual. The waiver policy would apply only 
to use of the automated system, and not to the printing or sale 
of copies. Any abuse.of the waiver policy could lead to.a ban 
on the use of any public search facility for that:individual. 

Cost Calculations: The Office calculated unit costs for all 
fees based on OMB Circular A-25 “User Fees”, and OMB 
Circular A-130, “Management of Federal Information 
Resources.” Costs were determined from the best available 
records (for example, financial statements for the Office) and 
included direct and indirect costs to the Office of carrying out 
the activity, as directed by OMB Circular A-25. User charges 
for both APS-Text and T-Search were based on the marginal 
costs of providing these services to the public. 

In calculating the costs of providing access to T-Search and 
APS-Text to the public, the Office followed Congressional 
direction that fees be resonable by reflecting the marginal cost 
for providing the new service and not include the costs of 
designing or installing the automated system for use by Office 
examiners, or the development of the new systems. 

Prior to preparation of this final rule, all of the cost assump- 
tions and cost calculations were reviewed and modified to 
ensure that they included the Office's best estimates and projec- 
tions. 


APS-Text 


The Office is establishing the $40.00 fee for each hour of 
terminal session time on APS-Text. The marginal costs for one 
hour terminal session time on APS-Text include a portion-of 
the lease cost of anew computer mainframe which originally 
was to be acquired in fiscal-year 1990 for use by Office patent 
examiners. To meet public search requirements, the mainframe 
is being leased earlier than originally planned. That portion of 
lease costs for the three (3) month period Marclr 1990 through 
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May 1990 over and above the lease costs for a mainframe sized 
to meet only examiner needs is being passed on to the user. 
After May 1990, the mainframe was intended to be procured 
and installed to support APS. Therefore, no costs are being 
passed on to the public user after that time. When public usage 
reaches the level where a mainframe dedicated for public use 
is required, fee adjustments will be proposed to pass all of the 
costs of that mainframe on to the public. 

The level of public use will affect the amount of main 
memory needed to support the additional search sessions. It is 
projected than an additional increment of main memory will 
be required in fiscal years 1991 and 1992. This increment 
would not be required to support the examiner workload alone. 

The fee calculations for public access also include the costs 
for equipment: network interface units, text terminals, printer 
noise dampeners and text terminal printers. 

Other costs include a portion of the license fees that must 
be paid to Chemical Abstracts Service for its proprietary text 
and structure search software; additional personnel for the 
Patent Search Room, and the Office of Information Systems; 
computer installation costs; supplies and equipment dedicated 
to public use; and general and administrative overhead. 

The Office is providing free access time during training on 
the automated search systems in accordance with 104(c) of 
Public Law 100-703 which reads. “...a limited amount of free 
access shall be made available to all users of the systems for 
purposes of education and training.” 

The usage rate estimates are based on the three-month public 
user study performed from January through March 1988. For 
this study, 42 frequent Patent Search Room users were selected 
to be trained in the use of APS-Text. Three text terminals were 
made available to the trained public users at no charge. During 
the three-month study period, use of the three terminals aver- 
aged approximately 50 percent. While it is impossible to accu- 
rately predict future use by a more diverse group of public 
users, the cost calculations attempted to take into account the 
following factors and assumptions: 

1. Future public users, on average, would use APS-Text less 
frequently than the 42 frequent users selected for the 1988 
study, many of whom routinely used commercially available 
automated text search tools. 

2. Collection of a fee for use (as opposed to the absence of 
any charge during the study) would reduce demand for text 
search services when compared with usage data obtained during 
the study period. 

3. The potential universe of public users is expected to 
average no more than 300 per day. 

4. The average length of a public user search session is 
projected to be approximately 22 minutes - the average length 
of a search session during the 1988 test of public use. 

5. Based on the preceding assumptions, if all 300 potential 
public users conducted a single search session during a 
workday, a total of 110 hours of access would be required. 
Twenty-five text terminals available five days a week, twelve 
hours a day, would provide a maximum potential of 300 hours 
of available text search time. Under these assumptions, the 
number of text terminals appeared to be adequate for the fore- 
seeable future. 

6. For purposes of actual use of available text terminals, the 
following estimates were used: 

(a) In fiscal year 1990, between four (4) and six (6) terminals 
would be available during the first quarter. An estimate of 45 
percent utilization of available text terminal time was projected. 
By increasing the number of text terminals to 10 in January 
1990 and 20 in April 1990, an estimate of 40 percent utilization 
of available text terminal time was projected. By increasing 
the number of text terminals to 25 in July 1990, an estimate 
of 35 percent utilization of available text terminal time was 
projected. 

(b) During fiscal year 1991 and beyond, stable levels of 
usage were projected to be achieved, yielding an estimated 35 
percent average utilization of the 25 available terminals. This 
utilization rate equates to 105 session hours per day, or_an 
average of 4.2 session hours per terminal per day. At an average 
of 22 minutes per session, a total of 286 search sessions per 
day. 

Although usage rates since the system was made available 
to the public in April 1989 have been higher than projected, 
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the Office believes these projections are valid for the three- 
year fee cycle. 
A summary of the fee calculations is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Terminal Session Time 
(December 1989-November 1992) 


Public Share 
(Marginal Cost) 


Cost Element 


Personnel: Compensation and 
Benefits 

Hardware & Maintenance 
Software (license fees) 
Site Preparation 
Non-capital Furniture 
Supplies & Forms 
Sub-Total 

General & Administrative 
Overhead 

TOTAL COST 

Estimated Use (hours) 
UNIT COST (per hour) 


$ 918,196 
$ 691,289 
$ 295,676 
$ 38,118 

$ 8,750 

$ 3,500 

$ 1,955,529 


$ 361,773 
$ 2,317,302 
65,946 

$ 35.14 


The marginal cost for one hour of Office staff search assis- 
tance on APS-text includes the costs of personnel compensation 
and benefits. 

A summary of the fee calculation is as follows: 


APS-Text 
Marginal Cost of One-Hour of 
Office Staff Search Assistance 
(December 1989-November 1992) 


Public Share 
(Marginal Cost) 


Cost Element 


Personnel: Annual Compensa- 
tion and Benefits 

TOTAL COST 

Work Hours (per annum) 
UNIT COST (per hour) 


$ 45,659 
1,776 
$ 25.71 


The marginal cost for a printed copy generated from APS- 
Text-includes costs for compensation and benefits, printers, 
furniture for the printers, supplies and forms, and general and 
administrative overhead. 

A summary is as follows: 


APS-Text 
Marginal Cost of 
Each Printed Page 
(December 1989-November 1992) 


Public Share 
(Marginal Cost) 


Cost Element 


Personnel: Compensation and 
Benefits 

Hardware & Maintenance 
Non-capital Furniture 
Supplies & Forms 
Sub-Total 

General & Administrative 
Overhead 

TOTAL COST 

Estimated Use (pages) 
UNIT COST (per page) 


$ 173,472 
$ 13,483 
$ 5,000 

$ 35,882 
$ 227,837 


$ 42,150 
$ 269,987 
4,496,325 

$0.060 


T-Search 


The marginal cost for one hour of terminal session time on 
T-Search includes the costs of personnel in the Trademark 
Search Library, maintenance of the T-Search terminals, routine 
site preparation, supplies and forms, and general and adminis- 
trative overhead. The Office is establishing the $40.00 fee 
for each hour of terminal session time on T-Search, but is 
immediately suspending collection of that fee in order to pro- 
vide public users additional time to familiarize themselves with 
the system. 
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The comments submitted in response to the proposed rulem- 
aking indicate that the public users have not adequately adjusted 
to the T-Search system. During the period collection of the fee 
is suspended, the public will have an opportunity to better learn 
the system so as to perform more effective searches than they 
may be experiencing now. The Office will publish a notice in 
the Federal Register sixty days before it begins collecting a 
fee for public access to T-Search. 

Usage rates for T-Search during fiscal years 1990-1992 were 
projected to be 28 percent of the hours the system would be 
available to the public. This rate was extrapolated from actual 
usage rates during the T-Search public user pilot program which 
was conducted from June through December 1988. A total of 
38 members of the public were trained on T-Search, and about 
24 to 28 public users were active on T-Search each month. 
The overall usage rate of these active users was 14 percent of 
the hours the system was available to the public. In projecting 
usage rates on which to base a fee amount, it was anticipated 
that the overall number of users and the usage rate would 
double once T-Search was made available in the Trademark 
Search Library to all users of that search facility and training 
was provided on a routine basis. Although usage rates since 
the system was made available to the public in April 1989 have 
been higher projected, the Office believes these projections are 
valid for the three-year fee cycle. 

A summary of the fee calculations are as follows: 


T-Search 
Marginal Cost of One-Hour of 
Terminal Session Time 
(December 1989-November 1992) 


Public Share 
(Marginal Cost) 


Cost Element 


Personnel: Compensation and 
Benefits 

Hardware & Maintenance 
Site Preparation 

Supplies & Forms 
Sub-Total 

General & Administrative 
Overhead 

TOTAL COST 

Estimated Use (hours) 
UNIT COST (per hour) 


$ 154,451 
$ 28,809 
$ 1,000 
$ 3,298 
$ 187,558 


$ 34,698 
$ 222,256 
5,985 

$ 37.14 


The marginal cost for a printed copy generated from T- 
Search includes costs for compensation, and supplies and forms. 
A summary of the costs is as follows: 


T-Search 
Marginal Cost of 
Each Printed Page 
(December 1989-November 1992) 


Public Share 
(Marginal Cost) 


Cost Element 


Personnel: Compensation and 
Benefits 

Hardware & Maintenance 
Supplies & Forms 

Sub-Total 

General & Administrative 
Overhead 

TOTAL COST 

Estimated Use (pages) 

UNIT COST (per page) 


$ 27,862 
$ 5,274 
$ 3,579 

$ 36,715 


$ 6,792 
$ 43,507 
448,875 
$ 0.097 


The proposed fee of $25.00 for each hour of Office staff 
search assistance to conduct a search using T-Search has been 
withdrawn. The T-Search system can be used by the public 
with routine assistance provided by the regular staff of the 
Trademark Search Library. This is similar to assistance on how 
to use the paper files now provided free of charge by the 
Trademark Search Library staff. Office employees will neither 
work one-on-one with members of the public in conducting 
searches, nor conducted searches for members of the public. 
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Rounding Procedures: Fee amounts were rounded so that 
the amount rounded would be de minimis and convenient to 
the user. This procedure is consistent with section 103(b) of 
Pub. L. 100-703 which allows the Office to adjust patent fees 
in the aggregate, and with section 103(a) of Pub. L. 100- 
703 which allows the Office to adjust trademark fees in the 
aggregate. The Office has detailed cost calculation worksheets 
for each fee item, which are available for public inspection in 
Suite 904 of Building 2, Crystal Park at 2121 Crystal Drive, 
Arlington, Virginia. 


PROCEDURES FOR PUBLIC USE OF APS-TEXT AND T- 
SEARCH 


Patent Search Room Configuration 


Initially four (4) text search terminals will be installed and 
available for public use in the Patent Search Room. A printer 
will be associated with each text search terminal. An additional 
terminal will be located in Patent Search Room employee office 
space for control and adminstrative activities. Up to twenty- 
one (21) more terminals and printers are planned to be added 
for public use during fiscal year 1990, if necessary. 


Trademark Search Library Configuration 


Initially three (3) T-Search terminals with associated printers 
all be installed and available for public use in the Trademark 
Search Library. The terminals will be clustered in one area of 
the Trademark Search Library. An additional terminal will be 
located in Trademark Search Library employee office space 
for control and administration activities. Additional terminals 
and printers will be added as demand warrants and space per- 
mits. 


Training 


To enable prospective public users to become effective on 
APS-Text, approximately fourteen (14) hours of free basic 
iraining is being offered. For those familiar with automated 
search systems, a shorter course of six (6) hours is provided. 
Ten (10) members of the public can be trained during each 
class. Training is being held at the Office’s Arlington, Va. 
complex during normal work hours. 

Four (4) hours of basic training is being offered on the use 
of T-Search. For those familiar with automated search systems, 
a shorter course of one (1) hour is available. T-Search training 
is being held in the Office’s Arlington, Va. complex during 
morning, evening and weekend hours. 

Enrollment in all training classes initially was on a lottery 
basis. Public users who wished to be trained on APS-Text or 
T-Search were required to submit an application form. The 
Office is now accepting requests for training and adding the 
names to the list. As of August 31, 1989, 696 people or 70 
percent of all those requesting training have been trained. 


System Use and Fee Procedures 


To ensure equity of public access to the automated systems, 
as well an efficient operations, rules for use will be posted at 
the terminals. Users of the systems will be expected to comply 
with the rules and with all other regulations regarding the use 
of facilities. 

Users are strongly encouraged to register in advance for 
system use. Each week, the next week’s schedule will be avail- 
able in the Patent Search room and the Trademark Search 
Library. Should requests for blocks of terminal time exceed 
the availability of terminals, limits on the amount of reserved 
time may be instituted. Up to three (3) of the initial four (4) 
terminals in the Patent Search Room and up to two (2) of the 
initial three (3) terminals in the Trademark Search Library will 
be allocated to public users with advance reserved times. The 
remaining terminal in the Patent Search Room will be available 
for walk-up users and for assisted searches for infrequent users. 
The remaining terminal in the Trademark Search Library will 
be available for walk-up users. The terminal time reservation 
system and the number of terminals available for walk-up public 
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use and for assisted searches (in the Patent Search Room) is 
subject to change based upon operational experience. 

All public use of APS-Text and T-Search, with the exception 
of scheduled training classes, is on a pre-payment basis. In 
pre-paying for use of the systems, the public may use a blank 
signed check, major credit card or charge to a deposit account. 
At the end of the search or the pre-paid amount of time, users 
will receive an accounting from Patent Search Room or Trade- 
mark Search Library staff for terminal time used and prints 
produced. The user must then finalized payment. 


Discussion of Specific Rules 
37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21 is amended to add new paragraph (0) to set the 
fees for access to the Automated Patent System full-text search 
capability (APS-Text) and to provide for the waiver of fees 
under certain circumstances. 

Section 1.21 is amended to add new paragraph (p) to set the 
fees for APS-Text search assistance by Office staff. 

Section 1.21 is amended to add new paragraph (q) to set the 
fee for a printed copy from APS-Text. 


37 CFR 2.6 Trademark fees 


Section 2.6 is amended to add new paragraph (w) to set the 
fees for access to the automated trademark search system (T- 
Search) and to provide for the waiver of fees under certain 
circumstances. 

Section 2.6 is amended to add new paragraph (x) to set the 
fee for a printed copy from T-Search. 

A final rule package establishing two new fees under the 
provisions of Pub. L. 100-667, the Trademark Law Revision 
Act of 1988, has been published which added paragraphs (u) 
and (v) to section 2.6. Therefore, the rule has been modified 
from the proposal to add paragraphs (w) and (x) instead of 
paragraphs (u), (v) and (w). 


Response to Comments on the Rules 


A notice of proposed rulemaking to establish a basis for the 
charges for use of the on-line automated search systems in the 
Patent Search Room and Trademark Search Library located at 
the Patent and Trademark Office in Arlington, Virginia was 
published in the Federal Register on May 3, 1989, at 54 FR 
18907. Corrections were published in the Federal Register on 
May 12, 1989, at 54 FR 20670. A notice also was published 
on May 30, 1989, in volume 1102 of the Official Gazette of the 
United States Patent and Trademark Office, pages 94 through 98 
for patents, and pages 96 through 100 for trademarks. 

A public hearing was conducted on June 30, 1989. A total of 
25 comments were received: 24 respondents submitted written 
comments and five people presented oral testimony (four of 
whom also submitted written comments) at the public hearing. 
On the 25 comments, twelve (12) were from individuals, seven 
(7) from libraries, five (5) from organizations and one (1) from 
business. All of the written and oral comments were considered 
in adopting the rules set forth herein. 

Many of the comments from the representatives of the Patent 
Depository Libraries raised questions or commented on the 
proposed rules from the perspective of their impact on Patent 
Depository Libraries. The proposed rules and policies set forth 
in the Federal Register Notice of May 3, 1989 are applicable 
only to the automated search systems provided in PTO’s facili- 
ties located in Arlington, Virginia. When the Office is prepared 
to offer the automated search systems at the Patent Depository 
Libraries, a proposed notice will be published for public com- 
ment. Therefore, any comments relating to procedures for 
accessing the automated search systems in the Patent Deposi- 
tory Libraries will not be addressed at this time. 

Comment: Overall, nine respondents acknowledged the use- 
fulness of the automated search systems, particularly APS- 
Text. Although seven respondents alleged that T-Search is not 
adequate to meet the needs of the public, that its response time 
is too slow, and that it is not sufficiently accurate to meet the 
specific needs of the commentor, most of these respondents 
acknowledged that T-Search had the potential for being a useful 
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tool. Documentaton of specific problems, for example, those 
associated with conducting a phonetic search, were provided. 
Two respondents said that T-Search is flawed and the decision 
to require examiners to use the system on an exclusive basis 
was ill-advised and regrettable. 

Response: Trademark examining attorneys have been using 
T-Search for word mark searches since August 1987, and for 
word mark and design searches since January 1988. The public 
has been using the system since April 3, 1989. 

The minutes to the September 27, 1988, meeting of the 
Public Advisory Committee for Trademark Affairs, express the 
view that: “...T-Search searches are more thorough than manual 
searches.” The transcript to that meeting contains the following 
comments: “I don’t think there is any question, but a T-Search 
[sic] properly done gives an excellent result” and “...from the 
corporate point of view, ... I am pleased to say that I like what 
I see. I like the very fast action we’ re getting on the first action.” 
From the transcript to the February 23, 1988 meeting: “I'd like 
to start with a glowing report. I think that the registration 
process is working very well. From my own personal experience 
in terms of what the examiners are doing, they get an A plus. 
They’re really doing a good job.” 

The concensus of the management of the Trademark Exam- 
ining Operation is that the T-Search system meets the needs 
of the Office at this time. There is no indication in any records 
or activities in the PTO which would indicate that the use of 
T-Search has caused a deterioration in the quality of searches 
conducted by Trademark examining attorneys. 

The difference between the perceptions of the Trademark 
examining attorneys and the public may be attributed to several 
factors; Trademark examining attorneys use the system on a 
daily basis; they know what the system can do and what it 
cannot do and avoid the latter; and they know how to utilize 
the system’s functionalities to perform the best search possible. 
Further, Trademark examining attorneys do different types of 
searches, and have different needs, than the public. T-Search 
use statistics for the period April 1989 through August 1989 
demonstrate that the public is making extensive use of the 
system. Following is a summary of those statistics: 


Average 
Session 
Time 


Available Hours Used Rate 
Month Hours By Public of Usage 
21% 
24% 
29% 
33% 
33% 


13.02 min. 
12.25 min. 
10.84 min. 
12.51 min. 
9.66 min. 


513 108 
513 126 
627 183 
570 186 
656 217 


April 
May 
June 
July 
August 


This usage rate compares favorably to the projected usage 
rate of 28 percent. 

Comment: Seven respondents claimed that the paper Trade- 
mark files have been allowed to deteriorate and, therefore, are 
not reliable for use by the public. 

Response: The Office contracts for file maintenance sevices 
in both the Trademark Search Library and the Patent Search 
Room. Among the tasks performed by the contractor in the 
Trademark Search Library are maintaining the pending files, 
filing newly registered Trademarks, pulling erroneous registra- 
tions from the file, etc. The contract for the Trademark Search 
Library includes a monitoring system based on MIL-STD 105, 
which is a sampling plan that provides a 97 percent accuracy 
level. Once the contractor completes a task, Office staff check 
the required sample levels to ensure that filing was performed 
accurately. The Office is constantly monitoring the status of 
the paper files, but notes that maintenance of paper file integrity 
is subject to inherent limitations. 

Comment: In view of the above comments about the inade- 
quacy of the Trademark paper search files and T-Search, six 
respondents advocated the need for T-Search, at no charge to 
the user, as an adjunct or back-up to the paper files. One 
respondent suggested a similar arrangement in the Patent Search 
Room. 

Response: The Office has adopted the $40.00 fee amount 
for one hour of terminal session time on both APS-Text and 
T-Search. In order to give the public more time to become 
familiar with the T-Search system, the Commissioner is imme- 
diately suspending collection of that fee. This will enable users 
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to learn the system so as to perform more effective searches. 
The Office will publish a notice in the Federal Register announ- 
cing its decision regarding the imposition of the fee at least 
60 days before starting to collect the fee amount. At that time, 
the Office also will publish validated cost estimates based on 
usage rates and actual costs documented from the present time 
to the time the decision to collect a fee is made. 

Comment: Two respondents claimed that the objective of 
automation necessarily comtemplated a free search system to 
give meaning to the constructive notice provisions of the Trade- 
mark Act. 

Response: Registration of a trademark constitutes con- 
structuve notice and records of all active trademark registrations 
and pending applications are available for searching free of 
charge in the paper file and on TRAM (Trademark Reporting 
and Monitoring System) data base. 

Comment: One respondent claimed that PTO is required to 
provide access to disclosed patent information as the informa- 
tion is made public; four respondents were opposed to the 
Office charging fees for accessing the automated search systms; 
two other respondents commented that the Office should not 
charge fees for using systems designed to be the sole searching 
source of the public records which the Office is charged by 
law to provide; and one respondent commented that the proposal 
to limit access to the automated data bases only to those who 
can pay a fee is deplorable policy at a time when there is 
concern about industrial competitiveness with Japan. 

Response: The Office will continue to make the paper and/or 
microfilm collections of U.S. patents, foreign patent documents 
and U.S. trademark registrations available for pubic access free 
of charge. The Office also has adopted a policy whereby the 
hourly terminal session fee for access to the data base can be 
waived when it is needed for a personal, educational purpose 
by an individual or member of an educational or non-profit 
organization, or where payment of the fee would pose a genuine 
financial hardship to the user. In this way, the Office will 
continue to provide public access to all available information 
free of charge. 

Comment: One respondent commented that user fees for 
electronic data is a form of dual taxation when information 
was gathered, organized and produced at taxpayers expense; 
and two respondents claimed that users of information have 
contributed up to 30 percent of the $120 milllion for develop- 
ment of the APS system to date — in other words, the public 
already has paid for APS. 

Response: In calculating the proposed fees, the Office is 
consistent with the Office of Management and Budget’s pro- 
posed policy on user charges for Government information prod- 
ucts, as clarified in the June 15, 1989 Federal Register notice 
entitled “Second Advance Notice of Further Policy Develop- 
ment on Dissemination of Information.” In that notice, OMB’s 
stated policy is that user charges for Government Information 
products should be no higher than a level sufficient to recover 
the costs of disseminating, not collecting, the information. 

The costs associated with the fees for accessing APS-Text 
and T-Search are directly related to the public’s use of the 
systems; for example, the costs associated with the acquisition 
of the APS-Text terminals that are being used by the public. 
No costs associated with designing or installing the automated 
system for use by Office examiners, or the development of 
the new systems have been included. Neither have costs been 
included for gathering, organizing or producing information. 

The Federal Register notice of June 15, 1989 (54 FR 25554, 
25558) dealing with policy development on dissemination of 
information states that: “As to double taxation, OMB notes 
that user charges policy has a basis in statute (31 U.S.C. 9701), 
and the Congress has not viewed user charges as double taxation 
because they are applied when the recipient receives special 
benefits.” 

Comment: Two respondents stated that Government informa- 
tion is the same, whether it is provided in printed or electronic 
form. 

Response: Charging fees for access to the automated search 
systems is consistent with PTO’s fee policy. For example, fees 
are charged for manual search services (e.g., for a search of 
Office records or for a search of assignment records), and for 
printed copies of patents and trademarks and for copies of 
Office documents. 
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Comment: The Japanese system is available at four locations 
at no cost, and includes U.S. information made available at 
U.S. taxpayer expense. 

Response: The Japanese automated search system, like the 
automated search systems in the PTO’s search facilities, is 
being made available free of charge at the present time. The 
costs of such use, however, are being paid from general fee 
revenues collected by the Japanese Patent Office. Additionally, 
the APS-Text system currently includes Japanese English lan- 
guage abstracts and the Office is in the process of acquiring 
Japanese patent information in digital facsimile form. 

Comment: One respondent commented that PTO has no 
responsibility to provide an expensive, complex, internal Gov- 
ernment on-line value-added computer service, that this is far 
beyond the requirements of public access to patent files; and 
another respondent commented that it is in the public interest 
to have the same system that is being used by the examiners 
also available to the public. 

Response: The Office agrees that it is in the public interest 
to provide the same search system capability to the public that 
is being used by the examiners. 

Comment: One respondent stated that providing free access 
is not competing with the private sector, and that there always 
is a place for the private sector to provide value-added informa- 
tion. 

Response: The user charges adopted for public access to 
the APS-Test and T-Search systems are consistent with OMB 
Circulars A-25 “User Charges” and A-130 “Management of 
Federal Information Resources”, and with the PTO’s Electronic 
Data Dissemination Policies and Guidelines. The PTO’s user’s 
fees are designed to recover the marginal costs associated with 
providing access to the automated search systems to the public. 

Comment: Five respondents stated that the proposed fees are 
not “reasonable” and the Office does not have documented 
cost estimates and usage rates to support the proposed fee 
amounts. 

Response: The Office is meeting Congressional direction to 
establish “reasonable” fees by recovering only the marginal 
costs associated with providing public access to the automated 
search systems. Costs and projected usage rates were deter- 
mined from the best available records, for example, financial 
statements for the Office and the results of the public evalua- 
tions of the APS-Text and T-Search systems. A summary of 
the costs used in the fee calculations is included above under 
“Cost Calculations.” Full details of these cost calculations are 
available for public inspection at the Patent and Trademark 
Office in Suite 904 of Building 2, Crystal Park, at 2121 Crystal 
Drive, Arlington, Virginia. 

Comment: Two respondents questioned the proposed fees 
for search assistance. If the search assistance is similar to that 
which is provided free now, there should be no fee. If the 
search assistance entails doing searches, the Office should not 
be getting into that business. 

Response: The PTO is withdrawing the proposed fee for 
staff search assistance to conduct a search using T-Search capa- 
bilities. The fee for staff search assistance to conduct a search 
using APS-Text capabilities is being adopted, because an 
untrained user cannot conduct a search without significant help 
from Office staff. Users of course, have the option of obtaining 
free training on the system. 

Comment: One respondent commented that user fees cannot 
be justified under the theory that electronic search provides a 
new service or offers an enhancement to the public’s ability 
to search the patent data base, and that the public has an option 
of paying the fee or using the paper files. Another respondent 
commented that APS-Text and T-Search represent enhance- 
ments to services already provided. 

Response: The fees are specifically authorized under § 104 
(c) of Pub. L. 100-703 and are calculated to allow recovery of 
only the marginal cost for providing the system to the public. 

Comment. Two respondents claimed that the Office should 
ask Congress for funding to offer free access here and at the 
PDLs. 

Response: It continues to be PTO policy, consistent with 
OMB Circular A-130, that costs for access to the automated 
search systems be borne by those who actually use the auto- 
mated search systems. 

Comment: One respondent claimed that the accuracy of the 
trademark data base is suspect. 
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Response: All of the backfile data base elements (registra- 
tions issued prior to September 9, 1980) have been corrected 
except owner information. As originally planned, the owner 
field will be cleaned up the active registrations issued prior to 
September 9, 1980. It is projected that this owner field will be 
cleaned up by the third quarter of fiscal year 1991. 

Comment: Three respondents claimed that the public requires 
access to the dead data base. 

Response: The Office will consider this proposal further. 
The dead data base is now available in electronic format for 
all applications and registrations that were active on January 
1, 1983 and are now inactive. However, many of these records 
are of poor quality. Costs for cleaning up these records would 
be significant, and those costs would likely be reflected in the 
T-Search user fee. 

Comment: Four respondents addressed the fee waiver policy. 
The proposal to waive fee appears inconsistent wih PTO’s 
position that the free paper search files provide an equal and 
viable resource to anyone not wanting to pay for the automated 
files. If paper records are inferior, then anyone seeking access 
to T-Search should be able to qualify for the fee waiver. If the 
paper records are adequate, then there should be no need to 
waive the access fee for anyone. 

Response: The waiver policy authorized by Pub. L. 100-703 
is designed for those individuals who, for some reason in the 
public interest, such as an educational purpose, need the capa- 
bilities of the automated system, for example, to manipulate 
the data. 

Comment: One respondent commented that the procedure to 
enroll people in training classes by the use of a lottery was 
unfair and that everyone who wants to be trained should be 
enrolled. 

Response: The lottery was a method for establishing the 
initial schedules to provide training. Everyone who requests 
training will be trained. As of August 31, 1989, 449 out of 
623 people requesting training on APS-Text, and 247 out of 
376 people requesting training on T-Search have been trained. 

Comment: One respondent commented that advance registra- 
tion is an unrealistic approach for many searchers. 

Response: At least one terminal in the Patent Search Room 
and one in the Trademark Search Library will be available for 
walk-up users. The other terminals will be available first for 
users with a reservation and then, if needed, for walk-up users. 
The system is designed to ensure equity of public access to 
the automated systems. 

Comment: Two respondents asked for information justifying 
that this is not a “Major Rule” as defined by Executive Order 
12291, and that the rule will not have a significant adverse 
impact on small entities. 

Response: The no “major rule” determination and no signifi- 
cant adverse impact on small entities was based on the fact 
that the automated systems are being offered only at the Patent 
and Trademark Office’s public search facilities located in 
Arlington, Virginia. The total number of users of these facilities 
averages less than 400 a day, and many of these users are 
members of law firms or commercial search services. The 
annual effect on the economy is expected to be about $1 million, 
far less than the $100 million annual threshold specified in the 
Executive Order. The fees for accessing the automated search 
systems are reasonable and should not burden small entities 
and, ut the same time, the Office is continuing to maintain the 
paper search files which are available to the public free of 
charge. Finally, there should be no significant adverse effects 
on competition, because the systems are being offered only at 
one location, the Patent and Trademark Office in Arlington, 
Virginia, and the public may continue to use paper files without 
payment of any fee. 

Comment: Five respondents commented that user fees burden 
small entities and run counter to a fundamental objective of 
the patent system which is to advance technology through 
dissemination of the technical information contained in patents. 

Response: The Office does not believe that the fee amounts 
adopted will burden small entities or negatively impact the 
dissemination of technical information. The Office also will 
continue to maintain the paper search files using taxpayer funds, 
and provide access to the public free of charge. Further, the 
Office has adopted a fee waiver policy whereby the fee amount 
can be waived where access to the data base is needed for a 
personal, educational purpose by an individual or member of 
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an educational or non-profit organization, or where payment 
of the fee would pose a genuine financial hardship to the user. 
Full details are included above under “Background”. 

Comment: One respondent commented that the Office needs 
a policy to ensure that no user of the patent and trademark 
information is disenfranchised due to an inability to pay for 
the services necessary to its access. 

Response: The Commissioner will consider a fee waiver for 
users with a genuine financial hardship. 


Other Considerations: 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (Pub. L. 96-354), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501, et seq. There are no information 
collection requirements relating to patent and trademark fee 
rules. 

The Office has determined that this notice has no Federalism 
implications affecting the relationship between the National 
Government and the States as outlined in Executive Order 
12612. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, Pub. L. 96-354). The rules 
make the Office’s on-line, automated patent full-text search 
and trademark search systems available to the public at rates 
significantly less than commercial systems. 

The Office has determined that this rule change is not a 
major rule under Executive Order 12291. The annual effect on 
the economy will be less than $100 million. There will be no 
major increase in costs or prices for consumers, individual 
industries, Federal, State or local government agencies, or geo- 
graphic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, innova- 
tion, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 


List of Subjects in 37 CFR Parts 1 and 2 
37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions and 
patents, Lawyers, Reporting and record keeping requirements, 
Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 

For the reasons set forth in the permeable, the Office is 
proposing to amend Title 37 of the code of Federal Regulations, 
Chapter 1, as set forth below. 


PART I-RULES OF PRACTICE IN PATENT CASES. 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
2. Section 1.21 is amended by adding new paragraphs (0)-(q). 
$ 1.21 Miscellaneous fees and charges. 


* ee * * 


(0) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using Automated Patent 
System full-text search capabilities, prorated for the actual time 
used. The Commissioner may waiver the payment by an indi- 
vidual for access to the Automated Patent System full-text 
search capability (APS-Text) upon a showing of need or hard- 
ship, and if such waiver is in the public interest 

(p) Marginal cost, paid advance, for each hour of Office 
staff search assistance to conduct a search using Automated 
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Patent System full-text search capabilities (APS-Text), prorated 
for the actual time used $25.00 

(q) Marginal cost, for each printed page generated from the 
Automated Patent System text terminal 


PART 2-RULES OF PRACTICE IN TRADEMARK CASES 


1. The authority citation for Part 2 continues to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
2. Section 2.6 is amended by adding new paragraphs (w)-(x). 


§ 2.6 Trademark fees 


*eeK KE 


(w) Marginal cost, paid in advance, for each hour of terminal 
session time, including print time, using T-Search capabilities, 
prorated for the actual time used. The Commissioner may waive 
the payment by an individual for access to T-Search upon a 
showing of need or hardship, and.if such waiver is in the public 
interest $40.00 

(x) Marginal cost, for each printed page generated from the 
T-Search terminal 


JEFFREY M. SAMUELS 
Acting Commissioner of Patents 
and Trademarks 


Dec. 4, 1989 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 2 
Patent and Trademark Automated Search System Fees 


(208) 


Agency: Patent and Trademark Office, Commerce 
Action: Listing of suspension of final rule 
Summary: The Patent and Trademark Office (Office), on 
December 11, 1989, amended the rules of practice in patent 
and trademark cases, Parts | and 2 of Title 37, Code of Federal 
Regulations, setting forth the fees for public access to the 
Office’s text data bases: the Automated Patent System (APS) 
and the automated trademark search system (T-Search). 54 FR 
50942. That final rule became effectiveron February 12, 1990. 
On that date, 37 CFR 2.6(w), dealing with T-Search fees, took 
effect, but was immediately suspended by the Commissioner: 
The collection of the fee was initially suspended to. permit 
users to become familiar with the T-Search system. The T- 
Search system has been available to the public since April 
1989, a sufficient time for users to become familiar with the 
system. Therefore, as provided in the final rule, the Office now 
gives notice that the suspension is lifted. The Office will begin 
to collect the fees set forth in 37 CFR 2.6(w) sixty (60) days 
from the date of this notice. Cost estimates based on usage and 
actual costs are available for inspection in the Office of Long- 
Range Planning and Evaluation, Room 507, Crystal Park 1, 
Crystal Drive, Arlington, Virginia. 
Dates: The suspension. of 37 CFR 2.6(w) is lifted as of Nov. 
13, 1990. The collection of fees under 37 CFR 2.6(w) will 
begin on November 13, 1990 
For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail to her attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


September 4, 1990 
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Automated Trademark System (X-Search) 
Training for Public Users 


(209) 


X-Search, an enhanced automated trademark searching 
system, is scheduled to become available in July 1993. 

Several free training classes will be offered to the public. A 
four-hour class, consisting of a lecture session and hands-on 
instruction, will be conducted once a month from 4:00 to 8:00 
p.m. This class is for users who have no experience with auto- 
mated trademark seraching. A two-hour class will be conducted 
three times a week for users who have experience with auto- 
mated trademark searching techniques. These classes will be 
held from 5:30 to 7:30 p.m. on Tuesdays and Thursdays and 
from 9:00 to 11:00 a.m. on Saturdays. 

Space in all sessions will be limited. A lottery-type drawing 
will be held to determine specific class assignments. To enter 
the lottery drawing, a completed application form including all 
information shown below may be deposited in the Trademark 
Search Library or submitted via mail or telefax. Applications 
received on or before June 25, 1993, will be included in the 
lottery for classes beginning in July. 

Trainees who fail to appear at their scheduled class will not 
be reassigned until all persons scheduled on the original lottery 
have been accommodated. Subsequent lotteries will be offered 
periodically if demand requires. 

Training for the new system is recommended, but not 
required. In addition to the formal training described above, 
informal demonstrations will take place during business hours 
in the Trademark Search Library, 2900 Crystal Drive, room 
2B30. These sessions will be available for the first ten days 
following introduction of the X-Search system and will not 
require a reservation. Specific dates will be posted in the Trade- 
mark Search Library. 


Patent and Trademark Office 
Automated Trademark System (X-Search) 
Application Form for Training 


Name 


First Last MI 


Mailing Address 


Phone Number: 
(Area Code) 


Employer: 
Prefer: Two-Hour Saturday Class Two-Hour Tuesday Class 


Two-Hour Thursday Class Four-Hour Class 


Applications should: be deposited in the Trademark Search 
Library of forwarded via mail or telefax to: 


Commissioner of Patents and Trademarks 
Box PUTB 

Washington, D.C. 20231 

FAX: 703/305-7786 


THERESA A. BRELSFORD 
Assistant Commissioner for 
Public Services and 
Administration 


May 17, 1993 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2, and 10 
[Docket No. 921061-2261] 
[RIN 0651-AA50] 


(210) 


Electronic Filing of Patent and Trademark Applications 


Agency: Patent and Trademark Office Commerce 
Action: Advance Notice of Proposed Rulemaking 
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Summary: This advance notice of proposed rulemaking is to 
inform the public that the Patent and Trademark office (PTO) 
is considering amending its rules of practice: (1) to allow for 
electronic filing of patent applications and trademark applica- 
tions; and (2) to require applications filed in paper form to 
follow a prescribed order and format. 

The PTO anticipates that permitting electronic filing of appli- 
cations will improve the accuracy of the information relied 
upon in the examination of patent and trademark applications, 
eliminate delays caused by mailing and data entry, and, as a first 
step toward a fully-automated processing system, ultimately 
provide considerable cost savings. The cost savings realized 
could be used to help reduce the need for future fee adjustments 
and/or fund improvements in the delivery of services. Requiring 
applications filed on paper to follow a prescribed order and 
format will enable the PTO to convert these applications to 
electronic format. 

The purposes of this notice are to: (1) invite interested parties 
to participate in pilot programs involving electronic filing of 
patent and trademark applications; and (2) encourage comments 
on this topic, in the form of responses to the questions posed 
in this notice, from industry, the patent and trademark bars, 
and members of the public. 

Dates: Comments should be received on or before Feb. 28, 
1993. 

Addresses: Written comments should be addressed, if sent by 
mail, to the attention of Edward R. Kazenske, Executive Assis- 
tant to the Commissioner and Director of Interdisciplinary Pro- 
grams, c/o Commissioner of Patents and Trademarks, 
Washington, D.C. 20221. If delivered by hand, comments 
should be brought to the Office of the Executive Assistant to 
the Commissioner and Director of Interdisciplinary Programs, 
Room 906, Crystal Park 2, 2121 Crystal Drive, Arlington, Va. 
For Further Information Contact: Edward R. Kazenske, Execu- 
tive Assistant to the Commissioner and Director of Interdisci- 
plinary Programs, (703) 305-8600. 


SUPPLEMENTARY INFORMATION: 
1. Pilot Programs 


Currently, the PTO accepts patent and trademark applica- 
tions delivered by mail or in person. These applications are in 
paper form or, in the case of patent applications for nucleotide 
sequences, a combination of computer-readable (see 37 CFR 
1.821-1.825) and paper form. 

The PTO is initiating a pilot program that would permit 
electronic filing of patent and trademark applications, using 
software now under consideration by the PTO. Initially, it is 
anticipated that participants in the pilot program would be 
required to use the PTO software to create a diskette, which 
would then be mailed to the PTO along with the paper applica- 
tion generated by the diskette. The diskette would serve the 
limited function of eliminating the initial data entry of applica- 
tions into the PTO databases. 

As part of a second pilot program, a separate group of partici- 
pants is being solicited to file paper applications following a 
prescribed order and format. The paper applications would then 
be scanned and converted to electronic format. Data collected 
from the pilot programs will be evaluated to determine whether 
requiring submission of a paper application in a certain order 
and format facilitates data entry; whether any modifications to 
the electronic filing software are required; and more fundamen- 
tally, whether electronic filing is a feasible, cost-effective alter- 
native to filing in paper form. 


2. Paper Applications 


The PTO contemplates that paper applications will be 
required to follow the order and format of the data elements 
(e.g., inventor, foreign priority information, in the case of a 
patent application; applicant, mark, in the case of a trademark 
application) entered in the electronic filing system. This would 
enable the PTO to scan and convert paper applications to elec- 
tronic applications upon receipt at the PTO. Once the paper 
application is converted into electronic form, processing of the 
application will be done in a purely electronic format. The 
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electronic form of the application would become the official 
file. 


3. Electronic Filing 


The PTO contemplates that applicants filing by electronic 
means would be required to use an “Authoring Program” devel- 
oped by the PTO, which will be available to facilitate the 
preparation of an electronic submission and record the submis- 
sion on electronic ‘media. This “Authoring Program” will 
include a validation feature so that applicants, themselves, can 
test whether an electronic submission complies with all require- 
ments. 

The “Authoring Program” software under consideration by 
the PTO will be designed to be compatible with computers 
capable of creating files of standard ASCII (American Standard 
Code for Information interchange) text within one or more of the 
major operating systems environments (e.g., DOS, Windowsr, 
Unix®, and Apple MacIntosh®). 

The format for text in patent applications will specify a set 
of mandatory data elements, similar to those required under 
the Patent Cooperation Treaty. The format for text in trademark 
applications will specify a set of mandatory data elements, 
similar to those required of a “written application” under 15 
U.S.C. 1051. In both the patent and trademark software, specific 
formats will be required for non-textual elements, such as draw- 
ings, formulas, tables and specimens. These non-textual ele- 
ments would be submitted in separate computer files called 
“Presentations,” similar to the presentation of nucleotide 
sequence information in accordance with 37 CFR 1.821-1.825. 

The PTO also contemplates that certain individuals be desig- 
nated by the agency as qualified “electronic application trans- 
mitters.” Upon application to the PTO, unlimited parties 
meeting specified requirements may be issued Personal Identifi- 
cation Numbers to enable them to transmit applications in 
electronic form on behalf of themselves or other individuals. 

In an effort to facilitate public comment to the questions set 
forth below, the following background information is provid- 
ed: 


4. Background Specific to Electronic Patent Applications 
Signature 


Under 35 U.S.C. 111, a patent application must include an 
oath by the applicant. 35 U.S.C. 25 permits a declaration in 
lieu of oath. The applicant’s signed oath or declaration is not 
required for receipt of a filing date, but may be submitted, 
upon payment of a surcharge, within a prescribed period. 


Certified Copy of Foreign Patent Application 


Under 35 U.S.C. 119, a U.S. patent application may be based 
on a foreign patent application, thus, potentially, conferring 
the benefit of the earlier foreign patent application’s filing date. 
A certified copy of the foreign patent application is required 
to be filed in the PTO before the patent is granted. 


5. Background Specific to Electronic trademark Applica- 
tions 


Signature 


Under 15 U.S.C. 1051, a trademark application must be 
verified by the applicant. Prior to implementation of the Trade- 
mark Law Revision Act of 1988 (TLRA) on Nov. 16, 1989, 
the PTO permitted verification of the application to be provided 
at any time during the examination process. With implementa- 
tion of the TLRA, the PTO amended its regulations with respect 
to the verification of an application. 37 CFR 2.21, which sets 
forth the minimum requirements for an application to receive 
a filing date, was amended to require that the application be 
signed by the applicant at the time of filing. 


Specimen 
Under 15 U.S.C. 1051, a trademark application based on 


“use in commerce” must include specimens or facsimiles of 
the mark as used. 37 CFR 2.21(a)(5) requires at least one 
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specimen or facsimile to be included with the “use” application 
in order to receive a filing date. Applications filed based upon 
a “bona fide” intention to use the mark in commerce, under 
15 U.S.C. 1051(b), must be supplemented with specimens or 
facsimiles before the registration issues. In order to meet the 
minimum requirements for filing’an amendment to allege use 
or statement of use, one specimen or facsimile must.be sub- 
mitted. 37 CFR 2.76(e)(2) and 2.88(e)(2). 


Certification or Certified Copy of Foreign Registration 


Under 15 U.S.C. 1126(e), “an application [based on a foreign 
registration] shall be accompanied by a certification or a certi- 
fied copy of the registration of the country of origin of the 
applicant.” 37 CFR 2.21(a)(5) requires the certification or certi- 
fied copy to be included with the application in order to receive 
a filing date. 


6. Comments on the following Questions and Any Other 
Related Matters Are Solicited 


Questions Common to Patent and Trademark Applications 


a. What benefits do you foresee for the applicant if electronic 
filing is adopted? What disadvantages do you foresee? 

b. Should the PTO require paper applications to be filed in a 
specific order and format to facilitate conversion to electronic 
format? What advantages and disadvantages do you foresee? 

. Should the electronic file become the official agency file? 

. Should electronic filing be expanded to encompass amend- 
ments and other submissions to the PTO? 

. Should paper or electronic application filings receive a filing 
date only if they meet order and format requirements, or 
should compliance be subject to a surcharge? 

. Should the PTO accept electronic filing by diskette, on-line, 
or both? 

. Should applications filed in paper form be converted to 
electronic form by the PTO? Should the PTO charge a fee 
for this service? 

. If paper applications are converted to electronic form by the 
PTO, should the PTO destroy or retain the paper applica-~ 
tions? 

i. Should fees be processed electronically? 

j. Should the PTO create a registry of “electronic application 
transmitters” capable of transmitting patent and trademark 
applications for others? If so, what, if any, criteria should be 
established before one could be “registered” as an “electronic 
application transmitter?” 


Questions Related Solely to Patent Issues 


. Should the PTO require the oath or declaration to an electroni- 
cally filed patent application be filed on paper to authenticate 
that applicants believe themselves to be original and first 
inventors of the subject matter of the electronically filed 
application? 

If not, how should the filing of the oath or declaration be 
accomplished? 

. How should the filing of certified copies of foreign patent 
applications be accomplished for an electronically filed 
patent application? 


Questions Related Solely to Trademark Issues 


m. Should the PTO require electronically filed applications to 
include a scanned, signed declaration in order to receive a 
filing date? Should the PTO accept declarations in electronic 
form with some type of electronic signature? 

If not, should 37 CFR 2.21 be amended to permit unveri- 
fied applications to be accorded a filing date? if so, within 
what time period must an unverified application be ratified 
by the submission of a signed declaration? 

How long should the PTO retain the signed declaration 
after it has been scanned and merged into the electronic file? 

. Should “use” applications submitted without a specimen be 
given a filing date? 
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If so, within what time period after filing must the specimens 
be submitted? 

Should the number of required specimens be reduced? 

How-long should the PFO keep the specimens after they are 
scanned and merged into the electronic file? 
o. Should Section 44(e) of the Trademark Act (15 U.S.C 
1126(e)) beamended to permit applicants to submit a facsimile 
of the certification or certified copy of the foreign registration? 

Alternatively, should the statute be amended to permit. Sec- 
tion 44(e) applicants to obtain a filing date absent a certification 
or certified copy of the foreign registration? If so, within what 
time period must a Section 44(e) application be supplemented 
with a certificate or certified copy of the foreign registration? 

How long should the PTO retain the certification or certified 
copy after it has been scanned:and merged into the electronic 
application? 


7. Candidates forthe Pilot Programs 


Any person interested in participating in one of the pilot 
programs identified above is requested to contact Edward R. 
Kazenske, Executive Assistant to the Commissioner and 
Director of Interdisciplinary Programs, c/o Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. If delivered 
by hand, written statements of interest-should be. brought to 
Suite 906, Crystal Park 2, 2121 Crystal Drive, Arlington, Va. 
22202. Telephone: (703) 305-8600. Please indicate which pilot 
program you wish to participate in and please be certain to 
include a telephone number where you may. be reached. 


DOUGLAS B. COMER 
Acting Assistant Secretary 
and Acting Commissioner 

of Patents and Trademarks 


Nov. 23, 1992 
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(211) United States Postal Service Interruption and 
Emergency in the State of California 


A service interruption in United States Postal Service (USPS) 
in the State of California occurred on June 29, 1995, due to 
the action of the UNABOM bomber. The USPS will maintain 
heightened security procedures for mail originating in the State 
of California. These procedures will be in effect until further 
notice and are as. follows: 


Mail destined for California is not affected by these proce- 
dures. 


For Express Mail, Priority Mail, First-Class Mail, interna- 
tional air mail and military mail items weighing less than 
12 ounces, normal collection, distribution, and transportation 
will remain in effect. 


Mail weighing 12 ounces or more which has been-placed 
into California collection boxes will be returned to the sender. 
Postal Service window clerks will not accept Express Mail, 
Priority Mail, First-Class Mail, international air mail or mili- 
tary mail weighing 12 ounces or more. 


Postal Service marketing and sales managers will work with 
known shippers to accept mail pieces weighing 12 ounces 
or more, but this mail will not be transported on scheduled 
passenger airlines. 


Parcel post and international surface mail originating in Cali- 
fornia are not affected by these procedures. 


The Patent and Trademark Office (PTO) is designating the 
interruption in the service of the USPS in the State of California 
caused by the UNABOM bomber as a postal service interruption 
and an emergency within the meaning of 35 U.S.C. 21(a). Any 
request to accept a paper or fee delayed by this emergency 
should be directed to Jeffrey V. Nase, Patent Legal Adminis- 
trator, (703) 305-9285, PK1-520, for patent-related matters, 
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and to Lynne G. Beresford, Trademark Legal Administrator, 
(703) 308-8900, 10B10 ST, for trademark-related matters. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


June 30, 1995 
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TRADEMARK PUBLICATIONS 


(212) Separation of the Patent and Trademark 
Sections of the Official Gazette 


Effective February 2, 1971, the Official Gazette will be sepa- 
rated into two parts to be known as the Patent Official Gazette 
and the Trademark Official Gazette 


xe * * * 


Orders for subscriptions should be addressed to Superinten- 
dent of Documents, U.S. Government Printing Office, Wash- 
ington, D.C. 20402. 

Also effective February 2, 1971, the Official Gazette will 
no longer contain “Decisions in Patent and Trademark Cases.” 
Decisions of the type heretofore found in the “Decisions in 
Patent and Trademark Cases” are published by non-Federal 
organizations such as, for example, the Bureau of National 
Affairs, Inc., 1231 25th St. NW., Washington, D.C. 20037, and 
West Publishing Co., 50 Kellogg Blvd., St. Paul, Minn. 55102. 

Finally, the “Decisions Leaflet” of the Official Gazette will 
no longer be supplied as a separate subscription item after 
January 26, 1971. According to present plans, however, both 
the Patent Official Gazette and the Trademark Official Gazette 
will have identical “Patent Office Notices” sections containing 
notices of the various types heretofore published in the Gazette 
decision leaflet and Trademark Section. Those notices of partic- 
ular interest to Patent Office employees will be accumulated 
and published approximately every fourth week, and distributed 
separately to employees. 


WILLIAM E. SCHUYLER, JR. 
Commissioner of Patents 


Dec. 29, 1970 


[882 O.G. TM 33] 


(213) Changes in Format for Publishing 


Trademarks for Opposition 


Because of the adoption of the International classification 
of goods and services by the United States as of September 1, 
1973 (see Official Gazette of June 26, 1973, 911 O.G. TM 
210), it is necessary to change the arrangement in the Official 
Gazette of the marks published for opposition. 

Beginning with the issue of May 7, 1974, the section of the 
Official Gazette entitled “Marks Published for Opposition” will 
be divided into four sections instead of the present two sections. 
(For the preceding change from one to two sections, see Official 
Gazette of October 13, 1964, 807 O.G. TM 51.) Sections | 
and 2 will be according to international classification and will 
contain marks in applications filed on or after September 1, 
1973, and Sections 3 and 4 will be according to prior United 
States classification and will contain marks in applications filed 
on or before August 31, 1973. 

In Section 1, all marks presented in combined applications 
filed on or after September 1, 1973 for registration in more 
than one international class will be published with only one 
reproduction of each mark. The reproduction of the mark will 
be followed by the international class numbers, and under each 
class will appear the goods or services in connection with which 
the mark is used. If the date of first use applies to all classes, 
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it will appear following the last class; otherwise, the dates of 
use will appear after each class. 

In Section 2, all marks presented in applications filed on or 
after September 1, 1973 for registration in a single class will 
be published in international class order. 

In Section 3, all marks presented in combined applications 
filed on or before August 31, 1973 for registration in more 
than one prior United States class will be published with only 
one reproduction of each mark. The reproduction of the mark 
will be followed by the prior United States class numbers and 
titles, and under each class will appear the goods or services 
in connection with which the mark is used. If the date of first 
use applies to all classes, it will appear following the last class; 
otherwise, the dates of use will appear after each class. 

In section 4, all marks presented in applications filed on or 
before August 31, 1973 for registration in a single class will 
be published in the prior United States class order. 

The following explanation will appear under the heading 
“Marks Published for Opposition”: 


The following marks are published in compliance with 
section 12(a) of the Trademark Act of 1946. Applications 
for the registration of marks in more than one class have 
been filed as provided in section 30 of said act as amended 
by Public Law 772, 87th Congress, approved Oct. 9, 1962, 
76 Stat. 769. Opposition under Section 13 may be filed 
within thirty days of the date of this publication. See Rules 
2.101 to 2.105. 

A separate fee of twenty-five dollars for opposing each 
mark in each class must accompany the opposition. 


Sections | through 4 will appear immediately after the above 
explanation, the sections being designated as follows: 


Section 1. International classification-Application in more than 
one class 

Section 2. International classification-Application in one class 

Section 3. Prior United States classification-Application in 
more than one class 

Section 4. Prior United States classification-Application in one 
class 

The same procedure of dividing into four sections will be 

followed in the notice of the issuance of registrations on the 

Supplemental Register. 


RENE D. TEGTMEYER 
Assistant Commissioner 
for Trademarks 


Mar. 22, 1974 


[921 O.G. TM 122] 


(214) Change in Official Gazette Entry to Show 
Cancellation of Fewer Than All Classes in a 


Multiple Class Registration 


Effective with the Official Gazette issue of December 16, 
1980, there will be a change in the Official Gazette listing 
entitled “Trademark Registrations Cancelled.” Beginning with 
that issue, “Trademark Registrations Cancelled” will list: 


(1) single class registrations cancelled; 

(2) multiple class registrations cancelled in all classes; 

(3) multiple class registrations cancelled in fewer than all 
classes. 


For every entry in the listing, the specific classes cancelled 
will be included in parentheses, next to the registration number 
and mark. 

For a single class registration and for a multiple class registra- 
tion in which every class has been cancelled, the class number(s) 
shown in parentheses will represent every class to which the 
registration applied. 

For a multiple class registration in which fewer than all 
classes have been cancelled, the Official Gazette entry will 
include the word “only” following the notation of classes in 
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parentheses, for example: (Int. Cls. 12 and 20, only). In this 
example, the addition of the word “only” would indicate that 
there are classes in the registration in addition to Classes 12 
and 20, but only Classes 12 and 20 have been cancelled. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Oct. 29, 1980. 


[1000 TM 21] 


(215) Single Copies of the Trademark 


Official Gazette 


Members of the public ordering single copies of the Trade- 
mark Official Gazette from the Superintendent of Documents 
are reminded they must specify the date of the issue being 
ordered. 

The date of the issue in which a mark will be published for 
opposition is shown on The Notice of Publication form mailed 
to applicants approximately two weeks before the publication 
date. This date must be included on each single copy order. 

Orders received without an issue date may be filled from 
current weekly stock. The Superintendent of Documents cannot 
check on whether a particular mark is published in the issue 
then in stock. If the stock is exhausted at the time the order is 
received, the order will be returned unfilled. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Mar. 3, 1981 


[1004 TMOG 36] 


(216) Inadvertently Issued Registration Numbers 

Effective Jan. 3, 1984, a new sub-section identified as “Inad- 
vertently Issued Registration Numbers” will exist as the last 
category of cancellations listed under the “Trademark Registra- 
tions Canceled” section of the Official Gazette. 

This new sub-section will provide public notice of the cancel- 
lation of registration numbers which have been inadvertently 
issued by the Patent and Trademark Office. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Nov. 15, 1983 


[1037 TMOG 16] 


(217) Ordering the TMEP (2nd Edition) 

The U.S. Government Printing Office (GPO) ia accepting 
orders for the Trademark Manual of Examining Procedure 
(TMEP), 2nd edition. The second edition replaces the first 
edition (revision 7) and incorporates all changes in policy and 
procedure through March 1993. 


New orders should be sent to: 


Superintendent of Documents 

United States Government Printing Office 
P.O. Box 371954 

Pittsburgh, Pa. 15250-7954 


Stock Number - 903-010-00000-2 
Price - $19.00 


OFFICIAL GAZETTE 


January 7, 1997 


Orders may also be placed by phone using MASTER- 
CARD® or VISA® by calling (202) 783-3238. 

If there are any problems with an order, please call the 
Customer Adjustment Department of the GPO at (202) 512- 
2457. 


ROBERT M. ANDERSON 
Acting Assistant Commissioner 
for Trademarks 


July 9, 1993 


{1153 TMOG 13] 


(218) Notice to Subscribers 

The Patent and Trademark Office announces a change in the 
point of contact for subscribers who have not been receiving 
all of their copies of the Official Gazette, Manual of Patent 
Examining Procedures Revisions, Annual Indices, or other 
patent and trademark publications. All correspondence and 
inquiries concerning subscription services including requests 
for reinstatement or renewal of subscriptions should be directed 
to: 


Mr. Michael F. DiMario 

Assistant Public Printer 
Superintendent of Documents (SD) 
U.S. Government Printing Office 
Washington, D.C. 20401 


Furthermore, the Superintendent of Documents advises that 
expiration notices are sent out approximately three months 
before the expiration date. However, subscribers should not 
rely on this schedule. If a notice is not received within two 
months of the expiration date, the subscriber should renew the 
subscription with the Superintendent of Documents. Attach a 
label from the envelope in which the publication is received, 
together with a check covering the amount of the subscription. 
if a deposit account with the Superintendent of Documents is 
to be used, include the deposit account number with the renewal. 

This notice is effective with the publication date and super- 
sedes the notice published on this subject in 969 O.G. 2, dated 
Mar. 14, 1978. 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


Aug. 3, 1984 


[1045 TMOG 24] 


(219) Printing of Use in Another Form Claims 
Effective immediately, all claims of prior use of the subject 
mark in another form contained in applications for Trademark 
registrations will be printed in the Official Gazette and on the 
registration certificates according to the following formats: 
First used in another form on 
First used in commerce in another form on 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


July 15, 1986 


[1069 TMOG 4] 


TRADEMARK MISCELLANEOUS 


(220) Recording of Documents Affecting Title 


The Patent Office is liberalizing its policy concerning the 
recording of documents, other than assignments, which affect 
title to trademark registrations and applications. Under Rule 
2.185 of the Trademark Rules of Practice, instruments affecting 
title to a trademark registration or application, and licenses of 
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trademarks which are the subject of trademark registrations or 
applications, will be recorded even though the recording thereof 
may not serve as constructive notice under Section 10 of the 
Trademark Act of 1946, as amended (15 U.S.C. 1060). 


June 16, 1971 WILLIAM E. SCHUYLER, JR. 
Commissioner of Patents 


Published in 36 F.R. 13231; July 16, 1971 
[889 O.G. TM 2] 


(221) International Protection of Government 


Emblems and Seals 
Change of Intent 


The Patent and Trademark Office, Department of Commerce, 
intends to forward only the SO State seals plus one department 
seal for each department listed in the publication “Seals and 
Other Devices in Use at the Government Printing Office” 
(“Seals”) instead of the entire publication, as indicated on page 
59366 of the Federal Register of Dec. 23, 1975. 

Since the publication had been printed in 1975, it was 
assumed that few deletions and additions would be necessary. 
However, the response to the above notice, along with some 
necessary deletions, resulted in a large number of seals in the 
publication requiring deletion. This rendered the publication 
unacceptable for submission to the World Intellectual Property 
Organization (WIPO). 

Therefore, the Patent and Trademark Office now intends to 
forward only the 50 State seals along with the departmental 
seal denoted “No. 1” for each department listed in the “Seals” 
publication. If this is not the preferred departmental or State 
seal, the department or State involved is requested to notify 
the Patent and Trademark Office by Sept. 21, 1976. This notifi- 
cation should either specify the number of the preferred seal, 
as it appears in the “Seals” publication, or provide a clear, 
black and white photograph, suitable for reproduction, of the 
preferred seal. The seal must be no larger than | 1/2 inches in 
diameter. 

These seals will then be forwarded to WIPO for protection 
under Article 6 of the Paris Convention for the Protection of 
Industrial Property. 

Address all correspondence to: Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 


C. MARSHALL DANN 
Commissioner of Patents 
and Trademarks 


Aug. 18, 1976 


Published in 41 F.R. 35741 
[950 O.G. TM 114] 


(222) Recording of “Territorial Assignments” 
in the Assignment Division of the Patent 


and Trademark Office 


It has been the practice of the Assignment Division for 
many years to refuse to record “territorial assignments,” that 
is, assignments purporting to transfer rights in a trademark 
registration (not a concurrent use registration) for less than 
the entire United States. Hereinafter, such documents will be 
recorded as long as the requirements of the Rules of Practice 
are met by the documents submitted. 

The Office is not addressing the validity or effect of such 
documents by recording same, but is merely recognizing that 
such transfers may affect title to a registered mark and therefore 
ought to be recorded. At the time a Section 8 affidavit or 
declaration or an application for renewal is filed, the Examiner 
of Trademarks will consider the effect of such a document. 


BERNARD A. MEANY 
Assistant Commissioner 
for Trademarks 


Oct. 7, 1977 


[964 TMOG 8] 
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(223) Helpful Hints 


Assignment Cover Sheets 


The Office developed PTO Form 1594, Recordation Form 
Cover Sheet (Trademarks), and PTO Form 1595, Recordation 
Form Cover Sheet (Patents), to facilitate submitting data 
required to record an assignment. The first versions of these 
forms have been available since Sept. 1992, and most assign- 
ments are now received with them. Both forms and their instruc- 
tions will be updated later this year to remove ambiguities and 
incorporate suggestions received from customers. Until the 
revisions are completed, the Office will continue to work with 
practitioners to improve the utility of the current forms. 

A practitioner recently noted that the current cover sheets 
for both patent and trademark assignments are not clear as to 
the proper entry of different execution dates (Item 3) when 
there are multiple assignors shown (Item |). Pending redesign of 
the forms, the Office suggests when there are multiple assignors 
named in Item 1, number each assignor, and in Item 3, preface 
each execution date with the corresponding number. if all 
assignor information cannot be entered in the space provided 
for Item 1, enter “See Attached List” and proceed in the same 
manner. This will enable Assignment Branch staff to associate 
the correct date with the appropriate assignor. 

Another practitioner called to our attention the fact that 
although the forms indicate “Total number of pages comprising 
cover sheet” (Item 9), Assignment Branch staff frequently cross 
out that entry and replace it with the total number of pages 
submitted, both in cover sheets and the assignment instrument 
itself. Soon after the forms were printed, Assignment Branch 
staff found they were better able to verify document integrity 
by using the total number of pages per submission. This number 
is then used as a cross-check as the assignment moves through 
the recordation process, receives reel and frame numbers, is 
microfilmed, and returned to the customer. Pending revisions 
to the forms, the preferred procedure is to indicate the total 
number of pages submitted, both in cover sheets and the 
attached assignment. 

Additional comments or suggestions for improving either or 
both assignment cover sheets should be directed to Audrey 
Britt, Chief, Assignment Branch, at (703) 308-9706. 

Mar. 8, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 

Public Services and 

Administration 


[1148 TMOG 304] 


(224) Indexing Against a Recorded Assignment 

It has been the practice of the Patent and Trademark Office 
(PTO) to process requests for indexing against a recorded docu- 
ment by adding the newly requested property to the data base 
record for the previously recorded document, except if the 
previously recorded document was an assignment. The PTO 
only required a transmittal letter with the recording fee and 
not a copy of the previously recorded document to process 
the indexing request. While indexing the additional properties 
resulted in the assignment data base being updated, the indexing 
request itself was never microfilmed to become part of the 
official record. 

Effective immediately, the PTO will no longer process such 
indexing requests. Such indexing requests do not comply with 
37 CFR 3.11, 3.28, and 3.31 which require that cach request 
for recordation include the document to be recorded and a 
cover sheet. Instead of filing an indexing request, a party should 
submit a cover sheet in conformance with 37 CFR 3.31, a true 
copy of the document, and the recording fee. PTO will assign 
a new recording date to that submission, update the assignment 
data base, and microfilm the cover sheet and document to 
become part of the official record. 


Nov. 3, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 

Public Services and 

Administration 


[1157 TMOG 12] 
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(225) Flexible Working Hours 


On Jan. 4, 1979 the Patent and Trademark Office is beginning 
a 15 month experiment with flexible working hours for its 
employees. Under the “flexitime” experiment many of the 
Office’s employees will have flexibility to begin their workdays 
as early as 6:30 a.m. or as late as 9:30 a.m., and end their 
workdays between 3:00 p.m. and 6:30 p.m. Employees in every 
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telephone calls and receive visitors during those hours. All 
employees will be on duty from 9:30 a.m. to 3:00 p.m. The 
patent public search room will continue to operate from 8:00 
a.m. until 8:00 p.m. and the trademark search room from 8:00 
a.m. until 5:30 p.m. 

With the advent of flexible hours, it will be advisable for 
members of the public to make appointments in advance when 
they wish to interview examiners. 


case shall of course work eight hours each day. All or most 
patent and trademark examiners will have flexible hours. 
The public hours of the Patent and Trademark Office will 
continue to be 8:30 a.m. to 5:00 p.m. All units of the Office 
which deal directly with the public will be staffed to answer 


Dec. 13, 1978 


DONALD W. BANNER 
Commissioner of Patents 
and Trademarks 


[978 TMOG 141] 


(226) THE RETENTION SCHEDULE FOR TRADEMARK RECORDS 


As with most government agencies, the Patent and Trademark Office disposes of old files, papers and records pursuant to a 
specific schedule. In an effort to clarify any questions concerning the procedures for disposing of Trademark records and in 
response to public inquiries, the present Retention Schedule for Trademark Records and other records including trademark 


matters which may be of interest to the public is set forth as follows: 


International Intellectual Property Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to problems concerning 
the protection of intellectual property throughout the world. Includes correspon- 
dence with private individuals, the Department of State and other countries; 
reports, records of international meetings concerning patents; trademarks and 
other matters pertaining to the protection of intellectual property throughout 
the world; and other materials relating to international affairs. 


Proposed Intellectual Property Legislation Files.D ocuments accumulated in 
the preparation and processing of legislation proposed by or in the interests 
of the Patent and Trademark Office. Includes drafts of legislation, reports to 
committees on introduced legislation, and comments on legislative proposals. 


Trademark Adversary Proceedings Files. Consists of Trademark Opposition, 
Cancellation, Interference, and Concurrent-Use proceedings files. 


Canceled Trademark Registration Files. Consists of original application and 
all related correspondence. 


Expired Trademark Registration Files. Consists of original application and all 
related correspondence. 


Abandoned Trademark Application Files. Consists of original application and 
all related correspondence. 


Trademark Renewal Index. Index to trademark registration that are renewed. 
Indexes to Trademark Applications. Index shows applicant’s name, serial 
number of application, filing date, name of mark description of goods, attorney's 


name, and final disposition of the application. 


A. Applicant's Index. 
B. Serial Index. 


Proceedings Index to Trademark Adversary Proceedings. Index arranged by 
type of proceeding. Shows status of proceeding prior to and immediately after 
a decision by the Board. 


Trademark Adversary Proceeding Records. Card file showing records of Trade- 
mark Adversary Proceedings. 


Trademarks Published in Official Gazette. Clippings of marks from Official 
Gazette. 


a. Those which have been opposed. 


b. All others. 


Trademark Registrant's Index.Index to Trademark registrant's name, includes 


PERMANENT. Transfer to FRC 5 years 
after close of case. Offer to National 
Archives when 25 years old. 


PERMANENT. Transfer to FRC after 5 
years. Offer to National Archives when 25 
years old. 


The past schedule to destroy after 10 years 
is in the process of being changed. At this 
time, these records are not being disposed of 
pending the new amendment to this section. 


Destroy 2 years after the date of cancella- 
tion. 


Destroy 2 years after expiration of registra- 
tion. 


Destroy 2 years after date of abandonment. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Destroy 3 years after termination of the 
proceeding. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Retain in agency until no longer needed for 
reference. 


Destroy when mark is registered. 


PERMANENT. Offer to National Archives 





JANUARY 7, 1997 


serial and registration numbers, date of registration, line of goods and other 
related information. 


Class of Goods Index. Card index used to indicate into what class any conceiv- 
able goods may fall. 


Index to Trademark Trial and Appeal Board Cases. Record of trademark trial 
and appeal board cases. 


Public Advisory Committee for Trademark Affairs Files. 


a. Agenda, minutes, correspondence, reports and related supporting files. 


b. Paper and reference materials. 


Seminar in Trademark Practice and Procedure Files. Record set of training 
materials used in training trademark examiners. 


Trademark Petitions Files. Petitions to the Commissioner relating to trademarks 
with related materials. 


a. Original Petitions in trademark case file. 
b. Other copies. 


Trademark Protest Letters. Letters of protest to the Commissioner related to 
trademarks. 


International Patent and Trademark Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to international patent 
and trademark programs. 


a. Records that supplement the International Property Activities Case Files 
(Item 103). 


b. Other materials. 


International Intellectual Property Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to problems concerning 
the protection of intellectual property throughout the world. Includes correspon- 
dence with private individuals, the Department of State and other countries; 
reports; records of international meetings concerning patents, trademarks and 
other matters pertaining to the protection of intellectual property throughout 
the world; and other materials relating to international affairs. 


Proposed Intellectual Property Legislation Files. Documents accumulated in 
the preparation and processing of legislation proposed by or in the interest of 
the Patent and Trademark Office. Includes drafts or legislation, reports to 
committees on introduced legislation, and comments on legislative proposals. 


Bulky Trademark Specimens. Trademark applications specimens which do not 
strictly meet the basic requirements for physical form of specimens which 
state: 
1. That they be made of material suitable for being placed inside a manila 
file wrapper. 
2. That they be capable of being arranged flat, such as being folded. 
3. That they be of a size not to exceed 8 1/2 inches wide by 13 inches long. 
(Rule 2.56). 


These requirements provide for specimens which will fit inside the applica- 
tion file wrapper, which is 9 x 14 inches in size and which will conveniently 
expand to about one inch thickness. 


Specimens which do not meet the above requirements are referred to as 
“bulky” specimens and the Examiner must require that they be replaced by 
specimens of acceptable size and shape. 


February 28, 1979 


[980 TMOG 16] 
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when no longer needed for reference. 


Destroy after information transferred to 
magnetic media. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


PERMANENT. Transfer to _ Federal 
Records when 10 years old. Offer to 
National Archives when 25 years old. 


Destroy when 10 years old or no longer 
needed for reference, whichever is sooner. 


PERMANENT. Transfer to _ Federal 
Records Center when 10 years old. Offer 
to National Archives when 25 years old. 


Dispose of with related case file. 
Destroy when 2 years old. 


Destroy when no longer needed or when 
three years old, whichever is earlier. 


PERMANENT. Transfer to office respon- 
sible for international affairs after case is 
closed. 


Destroy 5 years after close of case or 
sooner if no longer needed. 


PERMANENT. Transfer to FRC 5 years 
after close of case. Offer to National 
Archives when 25 years old. 


PERMANENT. Transfer to FRC after 5 
years. Offer to National Archives when 25 
years old. 


Destroy 30 days after applicant is notified 
that the specimens are unacceptable, unless 
picked up sooner by the applicant. 


SAUL LEFKOWITZ 
Acting Assistant Commissioner 
for Trademarks 
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(227) Proposed Records Control Schedule 

As with most government agencies, the Patent and Trade- 
mark Office periodically updates the schedule it uses to dispose 
of old files, papers and records. Set forth below is a recent 
update of the Patent and Trademark Office’s Records Control 
Schedule. The schedule is currently being reviewed by the 
National Archives and Records Administration and, following 
its approval, will constitute the basis for disposing of Patent 
and Trademark Office records. 

Any comments or questions related to the proposed schedule 
should be directed to John Hassett, (703) 557-0183. Written 
comments should be mailed to: 


John Hassett, Director 
Patent and Trademark Office 
Crystal Plz. 1, Lobby 
Washington, D.C. 20231 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


June 17, 1986 


Commissioner’s and Deputy Commissioner’s Records 


. Commissioner's Correspondence and Subject Files. Corre- 
spondence to and from other public officials, members of 
the public, and the Patent and Tradmark Office staff; reports; 
special investigations and survey reports; and related mate- 
rials. (See index under Item 3). 

PERMANENT. Transfer to Federal Records Center 
when 5 years old. Offer to National Archives when 25 
years old. 

. Reports to the Commissioner. Reports received by the Com- 
missioner from the Patent and Trademark Office staff and 
maintained as separate series. 

PERMANENT. Transfer to Federal Records Center 
when 5 years old. Offer to National Archives when 25 
years old. 

3. Index to Commissioner’s Correspondence and Subject Files. 

Card index to records described under Item 1. 

PERMANENT. Transfer to Federal Records Center with 
related files. Offer to National Archives with related 
files. 

. Deputy Commissioner’s Correspondence and Subject Files. 
Correspondence to and from other public officials, members 
of the public, and the Patent and Trademark Office staff, 
with related materials (exclusive of records retained in Item 
1). 

PERMANENT. Transfer to Federal Records Center 
when 5 years old. Offer to National Archives when 25 
years old. 

. Policy Documentation Files. Formal policy and procedural 
issuances, current and obsolete, such as organizational charts, 
regulations, orders, circulars, manuals, and other types of 
directives, with related forms, recommendations, endorse- 
ments, clearances and comments. 

PERMANENT. Transfer to FRC when obsolete. Offer 
to National Archives when 25 years old. 

. Work-Flow Control and/or Statistical Reports Files. Various 
periodic statistical reports used to show the flow of work 
through the Patent and Trademark Office and the printers, 
such as PALM, TRAM, PMS Sratistical Reports on Patents 
to printers, and similar reports. 

Destroy when 5 years old or sooner if no longer needed. 

. Production and Pendency Reports Files. Quarterly, monthly, 
and biweekly statistical reports prepared to show the produc- 
tion and quality output of examiners and clerks and the status 
of the assigned projects. Reports are mainly used to evaluate 
the efficiency of personnel for promotion purposes. 

a. Office of Assistant Commissioners or equivalent. 
Transfer to FRC when 5 years old. Destroy when 10 years. 
b. Other Offices. 
Destroy when updated report is received. 

. Special Studies Files. Report on special studies surveys, and 
inspections of operations, management and systems with 
related papers showing their inception, scope, procedure and 
results. 
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PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 25 years old. 

9. Narrative and Statistical Reports Files. Annual or other 
periodic narrative and statistical reports. 

a. Reports to the Office of the Commissioner and the Offices 
of the Assistant Commissioners. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to the National Archives when 25 years old. 

b. Other Offices. 
Destroy when 5 years old. 

10. Internal Administrative Files. Administrative operations 
files of organizational offices, consisting of: 

a. Correspondence concerning routine or temporary internal 
administrative matters. 
Destroy when 2 years old. 
. Office personnel files. 
Destroy after separation of employee. 
. Completed requisitions for services, supplies and equip- 
ment, and travel documents. 
Destroy | year after action is completed. 
. Records pertaining to charity drives, bond campaigns, 
blood donations, and other voluntary activities. 
Destroy on completion of program. 
. Hand receipt files. 
Destroy when property is accounted for. 
f. Suspense files. 
Destroy when purpose is served. 
g. Chronological files. 
Destroy when 2 years old. 

11. Program Planning and Evaluation Files. Files showing the 
overall development of Patent and Trademark Office plans 
and the evaluation of their effectiveness. Included are one 
copy of each staff study, evaluation report, system study, 
and related correspondence and background materials. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 30 years old. 

12. Surplus Property Case Files. Case files on disposal of 
surplus real and related personal property. 

Transfer to FRC 3 years after close of file. Destroy 10 
years after close of file. 

13. Excess Real Property Reports. Reports of real property 
with related papers. 

Destroy when 10 years old. 

14. Budget Policy and Procedure Correspondence Files. Corre- 
spondence files showing Patent and Trademark Office policy 
and procedure governing budget administration, and 
reflecting expenditures for Patent and Trademark Office pro- 
grams. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 25 years old. 

15. Budget Estimates Files. File copies of budget estimated 
comprising appropriation language sheets, narrative state- 
ments, and related schedules and data. 

PERMANENT. Transfer to FRC after 10 years. Offer 
to National Archives when 25 years old. 

16. Records Disposition Files. Descriptive inventories, disposal 
authorizations, schedules for retirement of records and corre- 
spondence or memoranda relating to revisions. 

PERMANENT. Offer to National Archives when 25 
years old or when no longer needed, whichever is longer. 

17. Forms Files. One copy of each form with data showing 
the inception and scope of the form, the program or adminis- 
trative purpose of the form, and the related procedure insti- 
tuted, revised, superseded, or canceled. 

PERMANENT. Offer to National Archives when 25 
years old or when no longer needed, whichever is longer. 

18. Systems Development Program Files. Program documents, 
schedules, and correspondence pertaining to the execution, 
review, and analysis of Patent Office research and develop- 
ment programs, and relating to the general planning and 
supervision of the programs. 

PERMANENT. Transfer to FRC 5 years after comple- 
tion to program. Offer to National Archives 20 years 
later or when 25 years old, whichever is sooner. 

19. Systems Development Task Force, Committee, and Board 
Files. Agendas, directives, minutes of meetings, and related 
papers, of Task Forces, Committees, Board, etc. of which 
the Patent Office serves as Secretary, or Chairman thereof. 

PERMANENT. Transfer to FRC 5 years after close of 
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file. Offer to National Archives 20 years later or after 
25 years old, whichever is sooner. 

20. Technical Report Files. One copy of each technical report 
of unpublished manuscript or report prepared in connection 
with a project, terminal narratives, statistical and graphic 
complications, summarizations, analyses, and related papers. 

PERMANENT. Transfer to FRC when 5 years old. Offer 
to National Archives when 25 years old. 

21. Systems Development Project Case Files. Project case files 
reflecting a complete history of each project from initiation 
through research, development, design, and testing to com- 
pletion. 

PERMANENT. Transfer to FRC 5 years after comple- 
tion or termination of project. Offer to National 
Archives when 25 years old. 


ADP Records 
(also in GRS 20) 


22. ADP Planning Documents Files. Planning documents 

consisting of master plan, feasibility studies with associated 

charts and diagrams, and supporting data that reflect on 

characteristics of the data automation activity. 
PERMANENT. When no longer needed or used offer 
to National Archives with related materials. 

23. ADP Program Management Files. Program management 
documents consisting of the development of plans, policy, 
and procedures governing the conversion of electrical 
machine operations and the supervision, control, coordina- 
tion, and operation of the mechanization program. 

PERMANENT. Offer to National Archives with related 
materials. 

24. ADP Standardizations Files. Standardization files con- 
sisting of data elements and codes, standardization requests, 
and jusification for all data systems developed by or for the 
Patent Office. 

PERMANENT. Offer to National Archives with related 
materials. 

25. ADP Data Systems Planning Files. Documents containing 
definition of the system. 

PERMANENT. Offer to National Archives with related 
materials. 

26. ADP Information Retrieval System Master Reference File. 
Magnetic media containing an index to patents and trade- 
marks and publications. 

PERMANENT. Offer to National Archives on termina- 
tion of Patent and Trademark Office. 

27. Publication Tape File. Magnetic media which are repro- 
duced and disseminated as publication or used for repro- 
ducing a printed publication. 

PERMANENT. Offer to National Archives whenpubli- 
cation needs cease. 


Patent Records 


28. Advertising Files. Copies of proposed advertising matter, 
circulars, letters, cards, and related correspondence intended 
to solicit patent business and submitted by registrants as 
required by regulations. 

Destroy when 25 years old. 

29. Complaint Files. Case files relating to complaints made 
against attorneys registered to practice before the Patent 
Office. 

Destroy on death of attorney. 

30. Board of Appeals Decisions Files. Copies of Board of 
Appeals decisions with related background. materials. 

a. Cases patented. 
Destroy 10 years after patent issued. 
b. All others. 
Destroy 10 years after appeal is decided. 

31. Indexes to Appeal Cases. Indexes, arranged in various ways, 
to the appeal cases. 

Destroy 30 years after date of appeal. 
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32. Declaration of Assistance Received Files. Form received 
from applicants showing assistance received, if any, in the 
preparation of application for patent (PTOL-284). 

33. Academy Lecture Files. Lectures prepared by the Staff for 
presentation at the Academy. (These lectures are updated 
periodically to reflect the changing views of the Patent and 
Trademark Office) 

a. Historical Sample 
PERMANENT. Retain | copy of each basic lecture and 
of any major changes made to it. Offer to NARS when 
25 years old. 

b. All other copies. 
Destroy when obsolete. 

34. Academy Training Sessions Files. Background materials 
relating to each session of the Patent Office Academy, 
including names of attendees and instructors, schedule of 
classes, evaluation sheets, and related materials. 

PERMANENT. Offer to National Archives when 25 
years old. 

35. Academy Examinations Files. Completed examinations of 
persons attending the Academy. 

Destroy when | year old. 

36. Academy Application Files. Applications for training in the 
Academy, including memoranda of agreement and personal 
history statements. 

Destroy when 2 years old. 

37. Academy Correspondence File. Correspondence relating to 

the courses offered by the Patent Office Academy. 
Destroy when 5 years old. 
38. Disclosure Document File. Documents submitted by inven- 
tors as evidence of the date of conception of an invention. 
a. Disclosure Documents referred to in a separate letter in 
a related patent application filed within two years. 
Dispose of with related patent application. 

b. Disclosure Documents not referred to. 
Destroy when 2 years old. 

39. Disclosure Documents Index. Cross-reference index to Dis- 
closure Documents maintained by inventor’s name and 
includes DD number and date of receipt. 

Destroy with related DD’s. 

40. Index to Patents Available for License or Sale. Index created 
when a patent is made available for license or sale, issued 
to the U.S. Government or dedicated to the Public. 

Destroy when no longer needed for reference. 

41. General Correspondence File. Consists mainly of inquiries 
and requests for information and publications. Also includes 
correspondence regarding the “Register of Patents Available 
for License or Sale.” 

Destroy when 3 years old. 

42. Foreign Filing Licensing Documents. Petitions to the Com- 
missioner of Patents and Trademarks for license to file appli- 
cations for patents in foreign countries. 

Destroy 25 years after date of issue. 

43. Indexes to Foreign Filing Licensing Documents. Indexes 

to licensing documents described in Item 43. 
Destroy 25 years after issue. 

44. Transmittals to Other Agencies Files. Copies of transmittal 
letters to other agencies enclosing correspondence and related 
enclosures sent to the Patent and Trademark Office for ser- 
vices rendered by other agencies, such as copyright informa- 
tion and requests for publications from the Government 
Printing Office. 

Destroy when | year old. 

45. D-1 Files. Files relating to patent applications which may 
have a bearing on national security. Files usually consist of 
form listing serial number of application filing date, exam- 
ining unit, title of invention, attorney assignee, and the con- 
currences listing the recommendation, signature, agency, and 
date; a memorandum summary indicating whether a secrecy 
order is required; the defense agency’s request for a secrecy 
order; the secrecy order issued; and related materials. 

Destroy 35 years after date of receipt for review. 

46. Drawing Correction Slips. Index arranged by serial number 
of application and used to locate orders for correction of 
drawings. 

Destroy when 2 years old. 

47. Inventor’s Index to Patent Applications. Index arranged 
alphabetically by name of the inventor. Each slip shows the 
inventor’s name and residence, title of the invention, name 
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the filing date of the application. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

48. Numerical (serial) Index to Patent Applications. Index 
arranged by the serial number assigned to the application. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

49. Assignment Document Files and Index. Copies of docu- 
ments assigning and transferring from one party to another 
the rights, title, and interest to trademarks and inventions 
and the letters patent obtained therefrom with related indexes. 

PERMANENT. Offer to the National Archives when no 
longer needed for current business. 

50. Indexes to Government Interests. Indexes to patents in 
which the Federal government has an interest by virtue of 
either of ownership of the application or resulting patent, 
thru assignment, or receipt of a license. 
a.Government Agency Index. 

PERMANENT. Offer to National Archives when no longer 
needed for reference. 

b. Patent Number Index. 

Destroy when no longer needed for reference. 

c. Assignor Index. 

Destroy when no longer needed for reference. 

51. Petitions to the Commissioner. Petitions to the Commis- 
sioner concerning patent applications. 

a. Original petitions in patent case file. 

Dispose of with related case file. 

b. Other copies. 

Destroy when 2 years old. 

52. Patent Protest Letters. Protest to the grant of a patent (Rule 
291). 

a. Letters filed in patent case file. 

Dispose of with related case file. 

b. Others. 

Destroy when 5 years old. 

53. Patent Docket Cards. Cards used to control patent applica- 
tions. 

Destroy when 6 months old. 

54. Classifications Definitions Files. One copy of each issuance 
of Classifications Definitions, with related background 
papers. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 30 years old. 

55. Canceled Drawings. Drawings that were canceled because 
they did not meet Patent and Trademark Office specifica- 
tions. Copy of drawing is filed with application. 

Destroy 5 years after filing date. 

56. Abandoned Patent Application Files. Patent applications 
that did not result in a patent. 

a. Those that are retained because they are referred to in 
another application that may have become patented. 
Dispose of with patent file in which cited. 

b. All others. 

Destroy when 20 years old. 

57. Patent Files. Case files showing the prosecution of applica- 
tion for, and the granting of, a patent. Includes the original 
application, copy of drawing, and all material relating to the 
prosecution of the application and subsequent actions by the 
Patent and Trademark Office. 

a. Files selected by the Commissioner of Patents and Trade- 
marks or the Archivist of the U.S. 

PERMANENT. Transfer to Federal Records Center when 
10 years old. Offer to National Archives when 40 years 
old. 

b. All others. 

Destroy when 35 years old. 

58. Patent File Charge-out Records. Record showing name of 
person charging out a patent file. 

Destroy after file is returned and all papers are deter- 
mined to be in file. 

59. Statistical Reports on Patents to Printers Files. Weekly 
Statistical report to management concerning the number of 
patents sent to the printers and the amount of backlog. 

a. Original Report. 

Destroy when 5 years old. 

b. Operating Unit Copy. 
Destroy when 2 years old. 
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60. Quality Review of Sample of Allowed Applications. Records 
relating to the examination of allowed applications sampled 
for quality review, includes query to the examining group 
and‘their reply. 

” Destroy | year after ultimate disposition of related case. 

61. Sample Pull-Rate Files. Form showing which of the allowed 
applications are to be selected for the quality review sample, 
includes the pull rate and list of applications by serial number. 

Destroy when | year old. 

62. Printer-Waiting Register Files. Register showing status of 

Query Disposition Records return to a group for reply. 
Destroy when | year old. 

63. Query Disposition Record Files. Form used to return printer- 

waiting cases to a group for answer to a specific query. 
Destroy 6 months after query is returned. 

64. Batch Control Sheet for Allowed Cases Files. Form uses 
as input to PALM System showing routing control and batch 
contents, such as PTO Form 1238-1. 

Destroy when | year old. 

65. Checklist for Applications Allowed by Examiner File. Form 
used in completing a final review of allowed applications 
before sending to the printer, such as PTO Form 1167. 

Destroy when | year old. 

66. Patent Interference Files. Case files produced in the process 
of resolving of adjudicating conflicts arising between parties 
in this matter of priority of invention. 

a. Cases that reach the hearing stage. 
PERMANENT. Transfer to Federal Records Center when 
10 years old. Offer to National Archives when 40 years 
old. 

b. Cases that are abandoned before reaching a hearing. 
Destroy when 40 years old. 

67. Board of Interference Decisions. Copies of Board of Inter- 
ference Decisions. 

PERMANENT. Offer to the National Archives when 40 
years old. 

68. Index to Patent Interferences. Arranged numerically by 
interference number. Shows names of parties involved, appli- 
cation serial number and/or patent numbers involved, subject 
of interference, sections, date of hearings, decisions rendered, 
and other remarks. 

PERMANENT. Offer to National Archives when 40 
years old. 

69. Index to Interference Exhibits. Describes exhibits in each 
interference. 

Destroy when 40 years old. 

70. Proceedings Under AEC and NASA Acts. Separate series 

of interference files relating to the SEC and NASA Acts. 
Dispose of with related patent files. 

71. Settlement Agreements. Files relating to the settlement 
agreed to by parties in the interference. 

Dispose of with related interference case file. 

72. Court Cases. Proceedings in cases where the Commissioner 
is a party of a civil suit. 

a. Cases selected by the Solicitor as being precedent setting 
or of historical or political significance. 
PERMANENT. Offer to the National Archives when 30 
years old. 

b. All other cases. 
Destroy when 30 years old. 

73. Index to Court Cases. Card index to cases described under 
Item 72. 

Retain in agency until no longer needed for reference. 

74. Roster of Registered Patent Attorneys and Agents. Printout 
listing registered patent attorneys and agents. 

Destroy after undated listing is received. 

75. Case Folders of Registered Attorneys and Agents. Applica- 
tion folders of the attorneys, agents, or firms registered to 
practice before the Patent and Trademark Office. 

Destroy on death of attorney or agent. 

76. Unsuccessful Application for Registration to Practice 
before the Patent and Trademark Office. Application folders 
of those applicants who failed to be registered. 

Destroy 5 years after date of examination. 

77. Examination Papers of Applicants for Registration. Exami- 
nation answer papers to applications for registration to prac- 
tice before the Patent and Trademark Office. 

Destroy after grades are recorded. 
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78. Trademark Examiners Work Reports. Records showing 
amount of work processed by examiners in a given time. 
Used to evaluate examiners work and progress. 

Destroy when 5 years old. 

79. Trademark Adversary Proceedings Files. Consists of Trade- 
mark Opposition, Cancellation, Interference, and Concur- 
rent-Use proceedings files. 

Destroy when 25 years old. Check with the Chairman 
of the Trademark Trial and Appeal Board before 
destruction. General Services should generate a list of 
files to be destroyed and send to the Search Room to 
destroy matching cards in Adversary Proceeding file. 

80. Canceled Trademark Registration Files. Consists of orig- 

inal application and all related correspondence. 
Destroy 2 years after the date of cancellation. 

81. Expired Trademark Registration Files. Consists of original 
application and all related correspondence. 

Destroy 2 years after expiration of registration. 

82. Abandoned Trademark Application Files. Consists of orig- 
inal application and all related correspondence. 

Destroy 2 years after date of abandonment. 

83. Trademark Renewal Index. Index to trademark registrations 
that are renewed. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

84. Indexes to Trademark Applications. Index shows appli- 
cant’s name, serial number of application, filing date, name 
of mark description of goods, attorney’s name, and final 
disposition of the application. 

a. Applicant’s Index. 

PERMANENT. Offer to National Archives when no longer 
needed for reference. 

b. Serial Index. 

PERMANENT. Offer to National Archives when no longer 
needed for reference. 

85. Proceedings Index to Trademark Adversary Proceedings. 
Index in the Trademark Public Search Library arranged by 
type of proceeding. 

Destroy card from list sent by the Warehouse after 
matching Adversary Proceeding file is destroyed. 

86. Trademark Adversary Proceedings Records. Card file main- 
tained at the Trademark Trial and Appeal Board, showing 
records of Trademark Adversary Proceedings, with informa- 
tion on mark, parties, disposition, termination date, etc. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

87. Trademark Registrant’s Index. Index to Trademark regis- 
trant’s name, includes serial and registration numbers, date 
of registration, line of goods and other related information. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

88. Index to Trademark Trial and Appeal Board Ex Parte 
Cases. Record of Trademark Trial and Appeal Board cases 
in ex parte appeals. 

PERMANENT. Offer to National Archives when no 
longer needed for references. 

89. Public Advisory Committee for Trademark Affairs Files. 

- Agenda, minutes, correspondence, reports, working papers, 
reference materials, and related supporting files. 

Destroy when 10 years old or no longer needed for 
reference. 

90. Trademark Petitions Files. Petitions and decisions to the 
Commissioner relating to trademarks, with related materials. 
a. Original Petitions in trademark case file. 

Dispose of with related case file. 

b. Copies of petition decisions in petition number order and 
in subject order in the Assistant Commissioner's Office. 
PERMANENT. Offer to the National Archives when no 
longer needed for references. 

c. Other copies. 

Destroy when 2 years old. 

91. Trademark Protest Letters. Letters of protest to the Commis- 
sioner related to trademarks. 

Destroy when no longer needed or when three years 
old, whichever is earlier. 
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92. International Intellectual Property Activities Case Files. 
Project case files showing Patent and Trademark Office 
activity relating to problems concerning the protection of 
intellectual property throughout the world. Includes corre- 
spondence with private individuals, the Department of State 
and other countries; reports; records of international meetings 
concerning patents; trademarks and other matters pertaining 
to the protection of intellectual property throughout the 
world; and other materials relating to international affairs. 
PERMANENT. Transfer to FRC 5 years after close of 
case. Offer to National Archives when 25 years old. 

93. Proposed Intellectual Property Legislation Files. Docu- 
ments accumulated in the preparation and processing of legis- 
lation proposed by or in the interest of the Patent and 
Trademark Office. Includes drafts of legislation, reports to 
committees on introduced legislation, and comments on leg- 
islative proposals. 

PERMANENT. Transfer to FRC after 5 years. Offer to 
National Archives when 25 years old. 

94. Printed Articles Files. Articles submitted for clearance and 
printed in magazines, journals, and other information media, 
including related background materials. 

Destroy when 10 years old. 

95. Public Affairs Report. Weekly, monthly, and quarterly 
reports relating to public affairs activities prepared for the 
Department of Commerce. 

Destroy when 6 months old. 

96. Speakers Files. Correspondence, schedules, travel material 
and related records concerning the scheduling of Patent and 
Trademark Office speakers. 

Destroy when 3 vears old. 

97. Exhibit Files: Correspondence, photographs, reports and 
related materials concerning major exhibits developed by the 
Patent and Trademark Office, such as the 175th anniversary 
exhibit. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to the National Archives when 30 years old. 

98. Photograph Files. Photographs of key Patent and Trade- 
mark Office officials, major exhibits and other subjects that 
related to the functioning of the Patent and Trademark Office. 
Includes the negative and one positive print. 

PERMANENT. Offer for transfer to the National 
Archives when 20 years old. 

99. Publications Files. Official record copy of each publication 
that contributes to an understanding of the organization and 
functioning of the Patent and Trademark Office. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 30 years old. 

100. Speech Files. Official records copy of each speech given 
by the Commissioner and other Patent and Trademark Office 
executives. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to the National Archives when 30 years old. 

101. News Release Files. Official records copy of each new 
release. 

PERMANENT. Transfer to Federal Records Center 
when 10 years old. Offer to National Archives when 
30 years old. 

102. Patents Received and Files Register. Register showing 
date and number of patent cases received in search room 
and date filed. 

Destroy 2 years after date of last entry in volume. 

103. Reports on Search Room Activities Files. Weekly, monthly 
and other periodic reports showing production.and«general 
activities of the public search room, with related background 
papers. 

a. Original Report. 
Destroy when | year old. 
b. Operating Office Copy. 
Destroy when 2 years old. 

104. Patent and Trademark Reproduction Copy Files. The 
master copy of patents and trademarks used for the photore- 
production of sales copies, includes original drawings and 
specifications. 

Transfer to FRC when 10 years old: Destroy when 20 
years old. 
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105. Reprint Requisition File. Requisitions, such as PTO Form 
228, used for ordering the reprint or printed patents or trade- 
marks after current stock is depleted. 

Destroy when | year old. 

106. Sales Journal. Shows statistical information on sales of 

copies of patents and trademarks. 
Destroy when 5 years old. 

107. Correspondence and Sale Control Records. Records used 
to contro! the flow of correspondence and sale of printed 
materials. 

Destroy when | year old. 

108. Requests for Publications. Correspondence requesting 

copies of certain publications and other printed materials. 
Return requests with ordered materials. 

109. Microform Files. Microform copies of applications as 
filed, printed patent files and printed trademark files. 

a. Master microfilm files. (Certified as processed under 41 
CFR 101-11.504) 

PERMANENT. Transfer to classified site. Offer to 
National Archives when 25 years old. 

b. All other microform copies 
Non-Records 

110. Charged-Out Slips File. Slips recording the charge-out of 
records to Patent and Trademark Office employees and the 
public, such as PTO Forms 124, 125, and 271. 

Destroy when records are returned. 

111. Binding Instructions. Cards showing instructions on how 
the various publications received by the library are to be 
bound. 

Destroy when no longer needed. 

112. Charge-out Files of Library Materials. Sets of 3“x 5” 
cards showing records of library materials on temporary or 
indefinite loan to researchers or Patent and Trademark Office 
staff. 

Destroy when obsolete or on return of book. 

113. Interlibrary Loans Files. Records of books borrowed from 
other libraries. 

Destroy 2 years after return of book. 

114. Library Serial Order Cards. 3"x 5” cards used to record 
purchase of journals, magazines, etc. 

Destroy when no longer needed for reference. 

115. Library Book Order Cards. 3"x 5” cards showing book 
purchases. 

Destroy when no longer needed for reference. 

116. Foreign Patent Accession Register. Bound volumes 
arranged by country. Each shows the patent number and the 
date that copy was received in the Patent and Trademark 
Office. 

Destroy when no longer needed for reference. 

117. Inventor’s Index. Arranged alphabetically by name of 
inventor. Shows name and address of inventor, title of inven- 
tion, serial number of application, patent number, date of 
issuance, attorney, and assignee. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

118. PTO Procurement Files. Contract, requisition, purchase 
order, lease, and bond and surety records, including corre- 
spondence and related papers pertaining to award, adminis- 
tration, receipt, inspection and payment (other than those 
covered in Items 1, 2, 13, and 15). 

a. Procurement or purchase organization copy, and related 
papers. 

1.Transactions of more than $10,000 and all construc- 
tion contracts exceeding $2,000. 
Destroy 6 years and 3 months after final payment. 
2. Transactions of $10,000 or less and construction 
contracts under $2,000. 
Destroy 3 years after final payment. (Close file at the end 
of the fiscal year, retain 3 years and destroy, except that 
files on which actions are pending shall be brought forward 
to the next fiscal years’s files for destruction therewith.) 
b. Obligation copy. 
Destroy when funds are obligated. 

c. Other copies of record described above used by component 
elements of a procurement office for administrative pur- 
poses. 

Destroy upon termination or completion. 
119. Solicited and Unsolicited Bids and Proposals Files. 
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a. Successful bids and proposals. 
Destroy with related contract case files (see item 118 of 
this schedule.) 
. Solicited and unsolicited unsuccessful bids and proposals. 
1. When filed separately from contract case files. 
Destroy when related contract is completed. 
2. When filed with contract case files. 
Destroy with related contract case files (see item 118 of 
this schedule.) 
. Cancelled Solicitations Files. 
1. Formal solicitations of offers to provide products or 
services (e.g., Invitations for Bids, Requests for Pro- 
posals, Requests for Quotations) which were cancelled 
prior to award of a contract. The files include presolicita- 
tion documentation on the requirement, any offers 
which were opened prior to the cancellation, documen- 
tation on any government action up to the time of cancel- 
lation, and evidence of the cancellation. 
Destroy 5 years after date of cancellation. 
2. Unopened Bids. 
Return to bidder. 
d. Lists or Card Files of Acceptable Bidders. 
Destroy when superseded or obsolete. 
120. Public Printer Files. Records relating to requisitions on 
the Printer, and all supporting papers. 
a. Printing procurement unit copy of requisition, invoice, 
specifications, and related papers. 
Destroy 3 years after completion or cancellation of requisi- 
tion. 
b. Accounting copy of requisition. 
Destroy 3 years after period covered by related account. 


Non Record Materials 


The Records Disposal Act of 1943, as amended, states that 
“library and museum material made or acquired and pre- 
served solely for reference or exhibition purposes, extra 
copies of documents preserved only for convenience of refer- 
ence, and stocks of publications and of processed documents 
are not included within the definition of the word ‘records’ 
as used in this Act.” Non-record material is disposed of as 
soon as its purpose is served. The following list consists of 
those non-record materials that are unique to the Patent and 
Trademark Office. 

121. Foreign Patents. Copies of patents issued by foreign 
countries. 

122. Translation of Foreign Patents and Publications and 
Related Indexes. Typewritten copies of translations and 
related indexes. 

123. Card Catalogs. 3"x 5" cards used as finding aids to the 
library. 

124. Patent Examiner’s Search Files. Reference file used by 
examiners in processing applications. Arranged by class and 
subclass and consist of U.S. patents, foreign patents, extracts 
from publications, and other materials relating to a certain 
class orsubclass. 

125. Printed Trademark Registrations Reference Files. Digest 
of Registered marks consisting of a set of registered work 
marks arranged alphabetically and secondarily by trademark 
registrationnumber; a set of registrations comprising sym- 
bols, arranged according to the classification of the goods 
or services with which they are used; of registration arranged 
by registration number. 

126. Numerical Index to Patent Classification. Arranged 
numerically by patent number and shows the class and sub- 
class assignment of each patent. 

127. Shelf List of Classified Patents. Listing of all U.S. Patent- 
numbers comprising, respectively, the “original” and “cross 
reference” classification of patents according to the official- 
classification of the Patent and Trademark Office. 

128. Public Search Files of U.S. Patents. Printed or microfilm- 
copies of U.S. Patents arranged in two series: 1) numerically 
byclass and subclass assignment, and secondarily by patent 
number and2) numerically by patent number. 

129. Legislative History Files. Consist mainly of copies 
ofpublished materials relating to legislation that is of interest 
tothe Patent and Trademark Office. Includes copies of bills, 
publiclaws, Federal Register, Congressional Record, and 
similar materials. 
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INN Ic s2 kao osc pomneispoesesecDanchscseinssncinadoaiig teancag <a 24. 
Advertising Files 28. 
Assignment Document Files and Index a 49. 
Attorneys and Agents Registered to Practice Before the U.S. Patent and Trademark Office Roster. 74. 


PRE Kehna Sines Fak Ati Kies FOG asisssiccinsesecsevnsca cach ccosangaosebtetsevasace sbddvsenstcarehsansvesstciastoaswcsesseute 64. 
Binding Instructions 111. 
Board of Appeals Decision Files.. ei 30. 
Board of Interference Decisions ... NF 67. 
Budget Estimates Files as 15. 
ERE OMe time eT eS CPR NNNIICE FCS 55 oss nsen soos secvncessccaseserrnsesvantscsorseecssetensepsecedsiocecesuesanacsusese 14. 


NI UNNI 8 25, Sard Hts ic vciiwn éghicceadseoonnteoncensonnantycbetbnesifiiasbogee Milpaus noah tbmeadsbigtabaertoneeceviniccosensekajestbecas 55. 
Cancelled Trademark Registration Files. fie 80. 
Card Catalogs ve 

CR FNS OF RC CINTO AStOEYS BEE AQOIUG 55.00.0000 csenshessiasdessedainvocdianstensvoreisacdessossocecserusdasspesesssshcneesed y> 3 
Charge-Out Files of Library Materials... 

Charge-Out Slips File an: 

Checklist for Applications Allowed by Examiner File.. ah 65. 
Classifications Definitions Files sae 54. 
Commissioner’s Correspondence and Subject File. al i 
Complaint Files (Against Registered Attorneys) .... a 29. 
Correspondence and Sale Control Records.......... awe 

Court Cases 72. 


| Eee Ec et OER Ree: cok) SMe a IORI. Fee aS ONT TE RE eS: ENOTES REC = ON De 45. 
nn NT em I I os os ccs cs onincaincnin os aceseponctenecnad ciwbervesasasecuseaniecagdivelasacue Steekeceies 32. 


International Intellectual Property Activities Case File 92. 
Inventor's Index a 117. 
Inventor’s Index to Patent Applications 47. 


Legislative History Files 

Library Book Order Cards 

Library Books Card Catalogs .... ne 
NST URR EHO MONON INR ag s2 oo sss -acescatuanssns bapa opeaiieteepinabevedgncesesacadesessescpecatoddaghassatgesntavoeesesdscoreeccanghsdéeeiagsasedene 


Master Drawings and Specification 
NINN i 5 oy ats sa tiled. gx ss04 cistouaaaencadhaneeWinian'ctorsesab avedi ska pastasaal tots saeemans Meakassvasowss@ioinccacsatedapinesslodadiphen’ 


Narrative and Statistical Reports Files 

THEWS TROIGRBE FINES 2s. o.cendeccesscovccssesescssssesssee 
Numerical Index to Patent Classification 
Numerical (serial) Index to Patent Applications 


Patent and Trademark Copies Sales Journal 

Patent and Trademark Drawings and Specifications ...............:.:0000 
Patent and Trademark Reproduction Copy Files (Master Drawings 
PIN Te a2 ocak sisgntmnice nccanesncdicessncés vacttowiiavaa couPDsngentansrs 
Patent Examiner's Search Files ..... 

Patent File Charge-Out Records .... 

POURIIE WOON oscscen5ci es can 

Patent Interference Files.......... 

Patent Interference Settkement Agreements 

6 Sg RR ee 

Patents Received and Files Register. 

Petitions to the Commissioner 


Photograph Files 

Policy Documentation Files . 

Printed Articles Files 

Printed Trademark Registrations Reference Files. 

ht i RT TEESE IEREY =” Sr OO Ror ROTI et ER te i ee 
Proceedings Index to Trademark Adversary Proceedings 

PPR nee Par te OF 0 a ahi ksin ps sabiesahn nick cnn a cote damanasaseosennibnnsoscnseseepnssbdiecennsdastdisdiooszetunes 
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(228) 


Item Description Item No. 


7: 
Il. 
93. 

118. 


Production and Pendency Reports Files 

Program Planning and Evaluation Files .............. 

Proposed Intellectual Property Legislation Files 

he EE Tee ee 


Public Advisory Committee for Trademark Affairs Files ... mia 89. 
Public Affairs Report ste 95. 
Publications Files Sal 

Public Printer Files 

Publication Tape File sti 
inane UNNI IT LT Rs, NN os tsasinn csnscovacnscnsenasscsacseks sbictoovtapbavendbaatearonsuestiirenpoacesvsstsosskesphasipnesyeoni@hsthos 


99. 
120. 
27. 
128. 


Quality Review of Sample of Allowed Applications .......................s.scsssscsssrsssssvecsssecnssesscensacensnescsaenenseanescansscoresess 60. 
a ONIN TUN 52h ec nssn pins encsins cobs veepneshbonseeSvioo=sbinnnch BanObuindnanibnspcagsssbabeastosbvvnduenyelinty ae seb erbtAhe 63. 


INS nas tang nhsn bn enonnipenicatgs team inukocbabnbggetocbotlswnanyncclcats ubavebncestesdectasiiteoaly : 
Records Disposition Files ...............-.:.00+ a5. 
Registered Attorneys and Agents Roster oe 

Reports on Search Room Activities Files .............. 

Reports to the Commissioner 

Reprint Requisition File 

Requests for Publications.......................-..-c.-sess0e0000 

PE Oe SERENE PRON PURDDERIOYE GING TA IOINS,.... 0-525. 5e<cisninssinvesessecasesocsoascoseivennsdbnvoenesisnacesconsoauseesesbensy 


16. 
74 


Sales Journal (on Patent and Trademark Copies) ................::::0:seees00 
Sample Pull-Rate Files (Allowed Applications for Quality Review) .. 
Settlement Agreements (in Patent Interference Cases)................-+::++++ 


Sheif List. of Classified Patents.................0.:......00.0-ses0ssee0s 
Solicited and Unsolicited Bids and Proposals Files... 
Speakers Files........ ae oe 
Special Studies Files . 


Speech Files (Commissioner and Patent and Trademark Executives) 


Statistical Reports and/or Work Control Files ............2....:0:020000+ 


Statistical Reports on Patents to Printers Files ... 
Surplus Property Case Files : 
Systems Development Program Files 


Systems Development Project Case Files ...............:.c::sceseeeeseeees 


Systems Development Task Force, Committee and Board Filles ......................scscssssssscsssssscsssssessncnessenssnencscsesersneess 


Technical Report Files 

Trademark Adversary Proceedings Files 
Trademark Adversary Proceedings Records.. 
Trademark Examiners Work Reports 
Trademark Petitions Files ................... 
Trademark Protest Letters ... 

Trademark Registrant’s Index... 

Trademark Renewal Index 


Translation of Foreign Patents and Publications and Related Indexes ... 


Transmittals to Other Agencies Files ...................:ccsscsssessesseeseees 


Unsuccessful Application for Registration to Practice Before the Patent and Trademark Office 


Work-Flow Control and/or Statistical Reports Files.................... 
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(228) U.S. DEPARTMENT OF COMMERCE 
Office of the Assistant Secretary and Commissioner 
of Patents and Trademarks 


PUBLIC ADVISORY COMMITTEE 
FOR TRADEMARK AFFAIRS 


Agency: Patent and Trademark Office, Comerce 

Action: Notice of Committee Charter Amendment 

Summary: In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after 
consultation with GSA, it has been determined that an amend- 
ment of the charter of the Public Advisory Committee for 
Trademark Affairs is in the public interest in connection with 
the performance of duties imposed on the Department by law. 
The charter amendment was signed on December 3, 1990. 


The charter has been amended as follows to: (1) broaden the 
topics that the Committee may address to include international 
trademark law, (2) allow the membership of the Committee to 
be drawn from a wider range of the trademark community 
rather than soley from the regular, associate and supplementary 
membership of the United States Trademark Association 
(USTA), (3) increase the number of members on the Committee 
fron 15 to 18, (4) provide for the direct selection of the members 
and appointment of the chairman of the Committee by the 
Assistant Secretary and Commissioner of Patents and Trade- 
marks rather than by the president of the USTA, and (5) set 
the term of membership at two years. 

For Further Information Contact: Lynne Beresford, Committee 
Control Officer, Office of the Assistant Commissioner for 
Trademarks, U.S. Patent and Trademark Office, Washington, 
D.C. 20231, telephone: (703) 557-7464, or Jan Jivatodi, Com- 
mittee Management Analyst, U.S. Department of Commerce, 
Washington, D.C. 20230, telephone: (202) 377-4217. 

Supplementary Information: The Committee was first estab- 
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lished in September 1970, and the latest charter renewal was 
signed on April 4, 1990. The charter amendment was approved 
on December 3, 1990, and provides for the following: 

(1) The amendment broadens the objectives and duties of 
the Committee to specifically embrace international trademark 
law. The previous charter permitted the Committee to advise 
the Patent and Trademark Office only on the steps which could 
be taken to increase the efficiency and effectiveness of the 
administration of the Trademark Act and to provide a continuing 
source of knowledge from the private sector to the Government. 
Given the increased interest within the trademark community 
and the Patent and Trademark Office in international trademark 
law, especially in the Madrid Protocol and harmonization, it 
is desirable that the charter refer explicitly to international 
trademark law. 

(2) Section 5(b)(2) of the Federal Advisory Committee Act 
requires that the membership of advisory committees be “fairly 
balanced in terms of the points of view represented....” The 
amendment furthers that goal by permitting the membership 
to be drawn from a wide range of the trademark community 
including users of the public search room, academia, members 
of the public at large, and the business community. 

(3) The amendment increases the number of members on 
the Committee from 15 to 18. The increase was needed to permit 
additional members, from different sectors of the trademark 
community, to be added to the Committee without having to 
displace any of the current Committee members. 

(4) Section 5(b)(2) of the Federal Advisory Committee Act 
requires that “the membership be fairly balanced in terms of 
the points of view represented...” The amendment futhers that 
goal by permitting the chairman to be appointed, and the mem- 
bers of the Committee to be selected by the Assistant Secretary 
and Commissioner of Patents and Trademarks. 

(5) The charter of the Public Advisory Committee for Trade- 
mark Affairs did not set terms for members. In order to promote 
more orderly administration of the Committee, the amendment 
sets the terms of the members at two years. Members will serve 
at the discretion of the Assistant Secretary and Commissioner 
of Patents and Trademarks. Appointements, when vacancies 
occur, shall be for the remainder of the unexpired term. 


Jan. 16, 1991 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1123 TMOG 20] 


(229) U.S. Department of Commerce 
Office of the Assistant Secretary and Commissioner 
of Patents and Trademarks 


Public Advisory Committee for Trademark Affairs 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of Renewal 

Summary: In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after 
consultation with GSA, it has been determined that the renewal 
of the charter of the Public Advisory Committee for Trademark 
Affairs is in the public interest in connection with the perfor- 
mance of duties imposed on the Department by law. 
Supplementary Information: The Committee was first estab- 
lished in September 1970, and its latest renewal was signed 
on April 3, 1992. The Committee’s purpose is to advise the 
Patent and Trademark Office concerning steps which can be 
taken to increase the efficiency and effectiveness of administra- 
tion of the Trademark Act and to provide a continuing source 
of knowledge from the private sector to the Government in the 
area of international and domestic trademark law. 

Committee members are drawn from the trademark bar, busi- 
ness and industry, academia, the public at large, and users of 
the public search room, and are selected by the Assistant Secre- 
tary of Commerce and the Commissioner of Patents and Trade- 
marks to assure a balanced representation among members of 
the trademark community. The Committee will function solely 
as an advisory body, and in compliance with the provisions of 
the Federal Advisory Committee Act. 

For Further Information Contact: Lynne Beresford, Committee 
Control Officer, Office of the Assistant Commissioner for 
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Trademarks, U.S. Patent and Trademark Office, Washington, 
D.C. 20231, telephone: (703) 305-9464, or Jan Jivatodi, Com- 
mittee Management Analyst, U.S. Department of Commerce, 
Washington, D.C. 20230, telephone: (202) 377-4299. 


April 24, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
for Patents and Trademarks 


[1138 TMOG 58] 


(230) Advisory Committee for Patents and 


Trademarks; Establishment 


In accordance with the provisions of the Federal Advisory 
Committee Act (5 U.S.C. App. 2.) and General Services Admin- 
istration Interim Rule on Federal Advisory Committee Manage- 
ment, 41 CFR Part 101-6, as amended, and after consultation 
with GSA, the Secretary of Commerce has determined that 
the establishment of the Advisory Committee for Patents and 
Trademarks is in the public interest in connection with the 
performance of duties imposed on the Department by law. 

1. The Committee will advise the Patent and Trademark 
Office on broad policy issues involving both patents and trade- 
marks, and the overall operation of the Office including matters 
concerning office-wide Automation programs. 

2. The Committee will consist of at least 10 but no more 
than 18 members to be appointed by the Assistant Secretary and 
Commissioner of Patents and Trademarks to assure a balanced 
representation among patent and trademark attorneys, corporate 
executives, technical research directors, inventors, the judi- 
ciary, professional patent and trademark searchers, information 
specialists and publishers, automation experts, consumer 
groups, entrepreneurs, and educators. The Committee will func- 
tion solely as an advisory body and in compliance with the 
provisions of the Federal Advisory Committee Act. Its charter 
will be filed under the Act, 15 days from the date of the 
publication of this notice. 

Interested persons are invited to submit comments regarding 
the establishment of the Advisory Committee for Patents and 
Trademarks. Such comments, as well as any inquiries, may be 
addressed to the Executive Assistant to the Assistant Secretary 
and Commissioner of Patents and Trademarks, U.S. Department 
of Commerce, Washington, D.C. 20231, phone: 703-557-3071, 
or the Department’s Committee Management Analyst, phone: 
202-377-4217. 


Nov. 14, 1986 DONALD J. QUIGG 
Assistant Secretary and 


Commissioner of Patents and Trademarks 


[FR Doc. 86-26451 Filed 11-21-86; 8:45 am] 
BILLING CODE 3510-16-M 


[1073 TMOG 5] 


(231) Certified Copies of Trademark 


Applications/Registrations 


The Trademark Operation is in the process of microfilming 
its records and, as this proceeds, requests for certified copies 
of applications and, eventually, registrations, will be furnished 
from the microfilmed records. Such certified copies will not 
contain copies of the file jacket. 


Jan. 17, 1984 MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


[1039 TMOG 140] 


(232) Notice of a Change in Procedure Regarding 
Requests for Certification Services 


The purpose of this notice is to inform the trademark commu- 
nity of a change of address for all requests for certification 
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services and to amend in part a previous notice entitled “Expe- 
dited Services for Certified Copies of Trademark Registration” 
published at 1070 TMOG 4 (Sept. 16, 1986). 

All requests for certified and uncertified copies of trademark 
documents pertaining to applications and registrations (i.e., 
application files, file wrappers, trademark title and status 
reports, registrations, etc.) must now go to the Certification 
Division, Office of Public Records, at the following mailing 
address: 


Commissioner of Patents and Trademarks 
Box 10, Certification Division 
Washington, D.C. 20231 


Requests can also be hand-carried to any of the following 
three locations: 


Attorney’s Window 
Crystal Plaza 4, First Floor 
Arlington, Virginia 22202 


Attorney’s Window 
South Tower, Second Floor 
2900 Crystal Drive 
Arlington, Virginia 22202 


Office of Public Records 
North Tower, Tenth Floor 
2800 Crystal Drive 
Arlington, Virginia 22202 


In addition, requests with deposit account orders can be 
transmitted by facsimile transmission to (703) 308-7048. 

There will no longer be a limit on the number of requests 
for certified trademark documents. 

Turnaround times for all requests, except requests for regular 
service for certified copies of trademark registrations, will 
remain unchanged and will be based upon the date of receipt 
by the Certification Division. Requests for certified copies of 
trademark registrations will be processed and mailed back to 
the requester within ten calendar days from the date of receipt 
by the Certification Division from the Patent and Trademark 
Office mail room. Requests for expedited services for certified 
copies of trademark registrations will continue to be processed 
and mailed back to the requester within three working days 
after they are received by the Certification Division from the 
Patent and Trademark Office mail room. 

Requests for negative certificates will continue to be han- 
died by the Post Registration Section of the Office of Trademark 
Services. 

Requests mailed to the prior address will be forwarded to 
the Certification Division. General inquires should be made to 
the above mailing address or to the Special Handling Section, 
Certification Division, at (703) 308-9726. 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


July 1, 1994 


[1165 TMOG 13] 


(233) Temporary Suspension of “At Cost” Services 
for Orders for Certified Copies 


Effective immediately, and until further notice, the Certifica- 
tion Division, Office of Public Records, will temporarily sus- 
pend accepting requests for “at cost” service for orders of 
certified copies of PTO documents except where the requester 
provides documentation that the copy is required for pending 
litigation. 

The Certification Division’s ability to provide “at cost” ser- 
vices is based upon the ready availability of source documents 
either on microform or via access to electronic images. 
Increased filings of both patent and trademark applications have 
resulted in more instances where requested documents are not 
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yet available on film or electronic media to fill customer orders 
on an “at cost” basis efficiently and for a reasonable fee. 

Orders for expedited service for certified copies of both 
patent and trademark applications-as-filed and trademark regis- 
trations will continue to be accepted. Customers will be advised 
within three working days if microform or electronic images 
are not available to fill their orders on an expedited basis, and 
the order will be filled as a request for regular service with an 
appropriate adjustment and/or credit for fees paid. 

Customers are reminded that expedited service is provided 
on a “local basis” for those orders: (1) placed through the 
PTO’s Public Service Windows located in the Patent Search 
Room and the Trademark Search Library; (2) hand-delivered 
to the Office of Public Records’ (OPR) Service Counter in the 
North Tower building; (3) transmitted via fax directly to the 
Certification Division; or (4) received from an overnight 
delivery service at the OPR Service Counter. Requests for 
expedited service received through the US mail will be pro- 
cessed as regular orders. 

In those cases where Certification Division cannot fill a 
customer order within 30 days of receipt due to unavailability 
of media or the source document itself, customers will be 
provided with a certified letter documenting their request and 
the Office’s inability to fill the order as requested. These letters 
will be provided at no charge. The order itself will be closed 
and a full refund or credit made to the customer. 

Customers placing orders for certified copies may use the 
following as guidelines for expected turnaround times from 
initial receipt of an order in PTO to mailing date from the 
Office: 

Certified Product Days to Mail 
Patent Application-As-Filed, Expedited 4 

(microfiche available) 

Patent Applications-As-Filed, Regular 17 
Patent Related File Wrapper 25 
Patent Copy 10 


Trademark Application-As-Filed, Expedited 7 
(microfiche available) 

Trademark Application-As-Filed, Regular 17 

Trademark Related File Wrapper 25 

Trademark Registration 10 

Trademark Registration, Expedited 3 


Delivery of any specific copy will vary based on the avail- 
ability of microfilm products and/or file accessiblity. Customers 
are encouraged to fax orders for copies directly to Certification 
Division at (703) 308-9759 and to pay by PTO Deposit Account, 
MasterCard, or Visa to minimize processing time. Information 
on the status of pending orders may be obtained by calling 
(703) 308-9726 or | (800) 972-6382 (outside the Washington, 
D.C. Metro area). 


WESLEY H. GEWEHR 
Administrator for 
Information Dissemination 


November 2, 1995 


[1180 TMOG 121] 


(234) Change in Legal Holidays 

The Commissioner’s Notice of Sept. 25, 1979, “Change in 
Legal Holidays,” is hereby rescinded in view of Public Law 
98-144, enacted Nov. 2, 1983, which amended the listing of 
legal public holidays in 5 USC § 6103. That amendment took 
effect in 1986 and added a new legal holiday relating to the 
birthday of Martin Luther King, Jr. This new holiday is desig- 
nated for the third Mon. in Jan. 

Section 6103, as amended, reads as follows: 


New Year’s Day, Jan. 1 
Birthday of Martin Luther King, Jr., the third Mon. in 
Jan. 
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Washington’s Birthday, the third Mon. in Feb. 
Memorial Day, the last Mon. in May 
Independence Day, July 4 

Labor Day, the first Mon. in Sept. 

Columbus Day, the second Mon. in Oct. 
Veterans Day, Nov. 11 

Thanksgiving Day, the fourth Thurs. in Nov. 
Christmas Day, Dec. 25. 


Each of the holidays enumerated will constitute a “Federal 
holiday within the District of Columbia,” as referred to in 
Section 21, Title 35, United States Code. In accordance with 
37 CFR 1.6(a) and 1.10(a), the Patent and Trademark Office 
will not receive papers on these holidays. Actions required to 
be taken on such days may be taken on the next succeeding 
day that the Office is open for business in accordance with 37 
CFR 1.7. 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


July 15, 1986 


[1069 TMOG 5] 


(235) Filing of Papers During Unscheduled Closings 
of the Patent and Trademark Office 


When the Patent and Trademark Office is officially closed by 
Executive Order of the President or by the Office of Personnel 
Management for an entire day because of some unscheduled 
event, such as adverse weather conditions, the Patent and Trade- 
mark Office will consider that day as a “federal holiday within 
the District of Columbia” under 35 U.S.C. § 21. Any action 
or fee due that day will be considered as timely for the purposes 
of, e.g., 35 U.S.C. §§ 119, 133 and 151, if the action is taken, 
or fee paid, on the next succeeding business day on which the 
Patent and Trademark Office is open. When the Patent and 
Trademark Office is open for business during any part of a 
business day between 8:30 a.m. and 5:00 p.m., papers are due 
on that day even though the Office may be officially closed 
for some period of time during the business day because of an 
unscheduled event. The procedures of 37 CFR 1.8 or 1.10 may 
be used, as appropriate, for the filing of papers. On any day 
the Office is open for at least part of the day, papers may also 
be deposited up to midnight in any boxes which are provided 
by the Patent and Trademark Office under 37 CFR 1.6(c). 


DONALD W. PETERSON 
Acting Assistant Secretary 
and Commissioner of Patents 
and Trademarks 


Feb. 11, 1987 


{1076 TMOG 6] 


(236) Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 
and Enforcement Procedures 


Agency: Patent and Trademark Office, Department of Com- 
merce 

Action: Notice 

Summary: The Patent and Trademark Office is revising its 
regulations relating to use of Patent and Trademark Office 
records or search facilities and procedures for enforcing these 
regulations. These regulations and their enforcement are neces- 
sary to promote an atmosphere conducive to research and to 
maintain the integrity of the files and records in the Patent and 
Trademark Office. 

Effective Date: July 1, 1987 

For Further Information Contact: Theresa A. Brelsford, 
Assistant Commissioner for Administration, Patent and Trade- 
mark Office, Washington, D.C. 20231, (703) 557-2290. 
Supplementary Information: The procedures will apply to 
all visitors to the Patent and Trademark Office. 
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Visitors are reminded that unauthorized removal of govern- 
ment material or property may be prosecuted as a criminal 
felony under the provisions of 18 U.S.C. 2071, in addition to 
the imposition of administrative sanctions contained in these 
procedures. 


Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 


These regulations are established for all persons using the facili- 
ties of the Patent and Trademark Office (PTO), and will be 
appropriately enforced as specified herein. 

Smoking within PTO is prohibited except in designated areas 
(41 CFR 101-20.109-10). 

All persons using the facilities of the PTO are subject to 
regulations governing conduct on property under the charge of 
the General Services Administration which appear in 41 CFR 
Subpart 101-20.3 (41 CFR §§ 101-20.300 through 101-20.315). 

Packages, briefcases and other personal effects brought into 
the PTO, as well as storage lockers provided for general use, 
are subject to search by authorized personnel for reasonable 
cause under the provisions of 41 CFR 101-20.301. 

Unauthorized removal of PTO files, documents, reference 
materials, or any government property is prohibited. In addition 
to the administrative sanctions specified in these regulations, 
violators may also be subject to arrest and prosecution under 
the provisions of 18 U.S.C. 2071 which carries a possible “fine 
of $2,000 or imprisonment for not more than three years, or 
both”, and/or the violator may be subject to discipline under 
the PTO Code of Professional Responsibility if he or she is a 
practitioner as defined in 37 CFR 10.1(r). 

All persons must comply with posted Official Notices and 
with verbal requests made by PTO personnel for compliance 
with these regulations. 


1. User Passes 

a. Individuals visiting any area of the PTO must obtain 
a valid, non-transferable user pass and wear it visibly 
displayed at all times while on the premises. 
Permanent User Passes may be obtained from the Man- 
ager of the Patent Public Search Room. The first Per- 
manent User Pass is issued at no charge. Permanent 
User Passes subsequently issued as replacements will 
be provided at a charge of $5.00 per Pass. The holder 
of a Permanent User Pass may be issued one (1) Tem- 
porary User Pass, within a ninety (90) day period at 
no charge. A request for a second Temporary User 
Pass during the s-™e ninety day period will require 
the purchase of a Permanent User Pass at the required 
replacement fee. 
Temporary User Passes may be obtained by visitors 
at no charge from the managers of the Patent or Trade- 
mark Public Search Rooms and are valid through the 
expiration date stamped thereon. 
Permanent and Temporary User Passes must be sur- 
rendered to the PTO upon request for cause. 


of Search Areas 
The Patent and Trademark Office facilities may be used 
by visitors only during the hours specified, Monday 
through Friday, and are closed to the public on Satur- 
days, Sundays and Legal Holidays: 
Patent Public Search Rm., 

Mezzanine and Microfilm 

ig nn cscstnsptiadiipinsicesacs 8:00 a.m.-8:00 p.m.* 
Trademark Public Search Rm.. 8:00 a.m.-5:30 p.m.* 
Assignment Search Rm., 
Public Service Center, and Scientific 

sca Sai ronsin cnn eceincnweets 8:30 a.m.-5:00 p.m.* 
Patent Examining Organizations 

Trademark Examining 

Law Offices and all other public access areas of the 

8:30 a.m.-5:00 p.m.* 


* Clearing of these areas would begin prior to this time to ensureall visitors are 
out of the building by the time designated. 


b. Materials available for search purposes in the Patent 
and Assignment Search Rooms and patent application 
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file histories shall not be removed from those areas. 
Trademark registrations in the Trademark Search 
Library shall not be removed from the secured bundles 
in the registered file. Photocopying from bound vol- 
umes of trademarks is prohibited. 

Trademark files shall not be removed from PTO space 
in Crystal Piz. Bldg. 2. 

Use of Patent Examining Group search areas is strictly 
limited to searching materials unavailable in the Patent 
Public Search Room or the Scientific Library. Exam- 
ining Group search areas may be used only when such 
use does not conflict with the regular business of the 
organization. 

Visitors to a Patent Examining Group Search Area 
must register with the designated Group Search Area 
representative indicating the times entering and leaving 
the area, User Pass number, and the class(es) and sub- 
class(es) to be searched. 

Documents removed from the files of Patent Exam- 
ining Group search areas must be immediately returned 
to their proper location after use. Documents shall not 
be removed from the area in which they were obtained 
without specific written authorization from a Group 
Director or Supervisory Patent Examiner in the Exam- 
ining Group where the material(s) reside. Such authori- 
zation will not be given for U.S. Patents and other 
material readily available through the Scientific 
Library. 


3. PROHIBITIONS 
head following are prohibited: 


Conduct which is rude or abusive to PTO employees 
or others. 

Smoking and consumption of food or beverages in 
other than designated areas. 

Loud talking or any conduct which may be disruptive 
to others. 

Use of radios, televisions, typewriters, photographic 
equipment, dictation equipment and other mechanical, 
electrical or electronic items without specific authori- 
zation from an Assistant Commissioner of the PTO. 

Improper use, mutilation, destruction or unauthorized 
removal of PTO records, documents or government 
property. 

Reserving seats or work areas. 

Affixing messages to walls, telephone booths or other 
government property, except designated message 
boards. 

Use of the PTO as a mailing address, use of PTO 
stationery, and use of PTO emblem or seal. 

Use of PTO telephones and other office equipment, 
such as copiers, etc., except where specifically pro- 
vided for public use. This includes the use of PTO 
telephones to receive incoming calls. 

Use of any computer terminal other than the TRAM 
terminals provided for public use in the Trademark 
Search Library, and the CASPIR and FOUR-PHASE 
terminals (or CASSIS terminal if the FOUR-PHASE 
terminals are not operating) provided in the Patent 
Public Search Room for public use. 

Placing PTO files or documents, government property 
or government owned reference materials in rental 
storage lockers. 

Use of rental storage lockers without depositing the 
required fee or holding the key to a storage locker 
beyond the specified maximum period of use. 
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(237) Procedures for Enforcement of the Regulations 
Relating to the Use of Patent and Trademark Office 


Records or Search Facilities 
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ment of Commerce, the procedures appearing below are estab- 
lished. 


1. Violations involving unauthorized removal of PTO files, 
documents, records or government property. 


a. 
b. 


Each observed or reported violation will be investigated. 
Persons found in possession of PTO material or govern- 
ment property, other than in areas or under circumstances 
where possession is specifically authorized, shall be 
required to immediately surrender the material or property 
and if appropriate, their User Pass. An oral explanation 
for the possession of such material or property will be 
requested by the PTO. 


. Each incident involving unauthorized possession of PTO 


material or government property shall be immediately 
reported by telephone or in person to the Office or Group 
Director of the area from which the material or property 
was taken. 


. If it appears to the Office or Group Director that posses- 


sion of the materials was inadvertent or otherwise uninten- 
tional, no further action will be taken. The materials will 
be replaced appropriately and the person’s User Pass will 
be returned. 


. If it appears to the Office or Group Director that posses- 


sion of the materials was intentional, all persons involved 
shall be required to submit written statements detailing 
the circumstances and, in the case of a PTO User/visitor, 
show cause why the User Pass and visitor privileges 
should not be suspended or revoked. Statements will also 
be obtained from other witnesses where appropriate. The 
material or property shall be secured for possible use as 
evidence by the Office or Group Director, if appropriate. 


. If the involved person possesses a Permanent User Pass, 


it shall be retained and forwarded with the written state- 
ments to the Assistant Commissioner for Administration. 
A Temporary User Pass may be issued as replacement by 
the Assistant Commissioner for Administration, pending 
action on an alleged violation. 


. If the involved person possesses only a Temporary User 


Pass it shall be retained and forwarded with the written 
statements to the Assistant Commissioner for Administra- 
tion within two weeks of the incident. No replacement 
will be provided pending action by the Assistant Commis- 
sioner for Administration. 


. Other violations of public use regulations. 


a. Each observed or reported violation will be investi- 
gated. The persons involved shall be informed of the 
nature of the violation and requested to comply with 
regulations. 


. If it appears that the violation was inadvertent or otherwise 


unintentional and the involved person immediately con- 
forms to the regulations, no further action will be taken. 


. If the violation appears to be intentional or if the person 


involved refuses to comply with a verbal request from a 
PTO employee or continues to violate the regulations after 
being requested to comply, the person shall be required to 
surrender his or her User Pass to the PTO. A written report 
of each violation and the User Pass will be submitted to 
the Assistant Commissioner for Administration for a final 
decision. User Pass replacement procedures shall be as 
specified in paragraphs 1.f. or I.g. 


. If the Assistant Commissioner for Administration deter- 


mines that a reported violation was inadvertent or other- 
wise not intentional, the User Pass will be returned and 
no further action will be taken. In all other cases, the 
Assistant Commissioner for Administration will request 
the person involved to show cause in writing why his or 
her User Pass and visitor privileges should not be sus- 
pended or revoked. 


. Awritten decision will be rendered by the Assistant Com- 


missioner for Administration after consideration of any 
timely submitted response. 


. In the case of a written decision by the Assistant Commis- 


sioner for Administration adverse to a practitioner as 


defined by 37 CFR 10.1(r), a copy of the written decision 
will be forwarded to the Director of the Office of Enroll- 
ment and Discipline for whatever further action, including 


Under applicable statutes and regulations, including 40 
U.S.C. 486(c), 41 CFR 101-20.3, and appropriate sections of 
Department Organization Orders 10-14 and 30-3 of the Depart- 
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sanctions, as may be appropriate under the PTO Code of 
Professional Responsibility. 


3. Factors to be Considered in Assessing Penalties. 

. Penalties will be determined on a case by case basis. 

. Prior violations of regulations will be considered when 
assessing whether any violation is willful, deliberate or 
intentional, and when determining the penalty to be 
imposed. 

. Penalties may be assessed as follows, depending on cir- 
cumstances: 

(1) For a first offense: from a written warning to a 30 
day suspension of the User Pass and visitor privileges. 

(2) For a second offense: a suspension of the User Pass 
and visitor privileges from 5 days to one year. 

(3) For a third or subsequent offense: from a suspension 
of 30 days to permanent revocation of the User Pass 
and visitor privileges. 

(4) For any single serious or aggravated violation: suspen- 
sion of the User Pass and visitor privileges for up to 
one year or permanent revocation of the User Pass and 
visitor privileges. A serious or aggravated violation is 
defined as any instance involving multiple violations 
of regulations during a single event or acts which 
also constitute a violation of Federal or local criminal 
law. 


4. Record of Penalties Imposed. 

A record of penalties imposed for given violations wili be 
maintained by the Assistant Commissioner for Administration. 
These records will be made available to the public upon request. 


5. Use of Public Facilities During Suspension or After Revoca- 
tion of User Pass. 

No individual will be permitted to use the facilities specified 
in these regulations while his or her User Pass is suspended 
or revoked. 


6. Absence of Assistant Commissioner for Administration. 
In the absence of the Assistant Commissioner for Administra- 

tion, the Deputy Assistant Commissioner for Administration 

will carry out the responsibilities assigned by these regulations. 


7. Absence of Designated PTO Officials. 

In the absence of any Designated PTO Official, a Deputy 
or Acting Official will carry out the responsibilities assigned 
by these regulations. 


8. Assistance. 

PTO employees may, when necessary, request the Security 
Officer of the Patent and Trademark Office or the Federal 
Protective Service or their contractors to provide assistance in 
carrying out their assigned responsibilities in paragraphs | and 
2. 


9. Appeals. 

Decisions rendered by the Assistant Commissioner for 
Administration may be reviewed on petition to the Commis- 
sioner. 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


May 11, 1987 
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(238) Rules Concerning Conduct on Patent 


and Trademark Premises 
1. Applicability 


These rules apply to all premises under the charge and control 
of the U.S. Patent and Trademark Office (PTO) through the 
General Services Administration and to all persons entering 
such premises. 
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2. Admission to Property 


Patent and Trademark Office facilities are closed to the public 
outside of normal working hours. During normal working hours, 
a valid User Pass is required to enter PTO premises. 


The individual’s User Pass must be displayed at all times 
while on PTO premises. 


3. Preservation of Property/Conduct on PTO Premises 
The following activities are prohibited on PTO premises: 


a. Improperly disposing of rubbish; willfully destroying 
or damaging property; theft of property; creating a hazard to 
persons or things; and placing Government documents or mate- 
rials in storage lockers. 


b. The willfull and unlawfull concealment, removal, muti- 
lation, obliteration or destruction, or attempts to do so, or, with 
intent to do so, or taking and carrying away of any record, 
book, paper, document, or other things from the facilities shall 
result in a fine of not more than $2,000 or imprisonment of 
not more than 3 years, or both. See 18 U.S.C. § 2071. 


c. Removal of papers, materials, or other Government 
property from designated areas. Within a designated area, 
papers or other Government property must be returned to its 
proper location after use, unless otherwise posted. 


d. Using PTO premises and facilities as a place of business. 
It is prohibited to reserve work areas, use PTO as a mailing 
address, use PTO stationery, or a PTO telephone number as a 
personal telephone number. 


4. Inspection 


Packages, briefcases, storage lockers and other containers in 
the possession of visitors, employees, or other persons arriving 
at, working at, visiting, or departing fromthe PTO are subject 
to inspection. See 41 CFR § 101-20.301. 


5. Disturbances 


Disorderly conduct or other*conduct which creates aloud 
or unusual noise or a nuisance which impedes or disrupts-the 
performance of official duties by Government employees or 
which prevents the public from obtaining the administrative 
services provided on the property in a timely manner is prohib- 
ited. See 41 CFR § 101-20.305. 


6. Conformity with signs and directions 


Persons on the PTO premises shall at all times comply with 
the official signs of a prohibitory, regulatory or directory nature 
and with the lawful direction of PTO employees. 


No rude or abusive conduct to PTO employees and fellow 
users. 


No food or beverages are permitted. 
No smoking except in designated areas. 


No mechanical or electronic equipment such as radios, televi- 
sions, typewriters, computers, or photographic equipment may 
be used without prior permission from the Assistant Commis- 
sioner for Administration. 


No use of PTO telephone and office equipment, except as 
specifically designated for public use. 


7. Penalties and other laws. 


Nothing in these rules shall be construed to abrogate any 
other Federal laws or regulations or any State and local laws 
and regulations applicable to any area in which property under 
the charge and control of the PTO through the U.S. General 
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Services Administration is situated. See 40 U.S.C. §§ 318(c) 
and 486(c). 


41 CFR § 101-20.315 provides that whoever is found guilty 
of violating the rules of conduct on Federal property contained 
in 41 CFR § 101-20.3 while on any property under the charge 
and control of the U.S. General Services Administration is 
subject to a fine of not more than $50, imprisonment of not 
more than 30 days, or both. See 40 U.S.C. § 318c. 


Failure to follow these rules may result in immediate 
removal from the premises, suspension of user privileges, 
and/or enforcement of any criminal sanctions that may 
apply. 

Aug. 30, 1991 THERSA A. BRELSFORD 
Assistant Commissioner for 
Administration 
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(239) Department of Commerce 


Patent and Trademark Office 
Changes in Practice Concerning Letters of Protest 


After April 1, 1995, Letters of Protest filed prior to the 
publication of a mark for opposition will be granted only if 
there is sufficient evidence in the Letter of Protest to establish 
a prima facie case which supports a refusal of registration. In 
such a case, publication of the mark for opposition, without 
consideration of the issue and evidence presented in the Letter 
of Protest, might result in a clear error by the Office. Further, 
after April 1, 1995, FOIA requests for copies of letters of 
protest should be directed to the Office of the Assistant Com- 
missioner for Trademarks, rather than to the Solicitor’s Office. 

Letter of Protest practice will change as follows: Under 
current practice, when a Letter of Protest is filed prior to the 
publication of a mark, the evidence in the letter is forwarded 
to the Examining Attorney whenever such evidence can prop- 
erly be considered by an examining attorney during ex parte 
examination and the evidence supports any reasonable ground 
for refusal. 

Under the revised practice, when a Letter of Protest is filed 
prior to the publication of a mark, the evidence in the letter 
will be forwarded to the Examining Attorney only if there is 
sufficient evidence in the Letter of Protest to establish a prima 
facie case which supports a refusal of registration such that 
publication of the mark for opposition, without consideration 
of the issue and evidence presented in the Letter of Protest, 
might result in a clear error by the Office. 

The standard for the granting of a Letter of Protest filed or 
considered after publication of the mark in the Official Gazette 
is not changing. The standard is whether publication of the 
mark constituted clear error and whether the Letter of Protest 
was filed within thirty days of the publication of the mark. Jn 
re Pohn, 3 USPQ2d 1700 (Comm’r Pats. 1987), and Jn re BPJ 
Enterprises Ltd., 7 USPQ2d 1375 (Comm’r Pats. 1988). 

Because the Letter of Protest procedure, which permits a third 
party to introduce evidence during the ex parte examination of 
an application, is not mandated by statute or rule, the Office 
wants to clearly define the standards used for granting Letters 
of Protest and harmonize the standards used for granting these 
letters before and after publication of the mark. The new stan- 
dard for prepublication Letters of Protest will discourage the 
filing of Letters of Protest which do not present sufficient 
evidence to support a prima facie case for refusal to register. 
As a result, fewer applications will be taken out of the normal 
order of processing for consideration of evidence in a Letter 
of Protest. 


Requests for Copies of Letters of Protest 


At the present time, copies of documents relating to Letters 
of Protest are requested pursuant to the Freedom of Information 
Act (FOIA) from the Solicitor’s Office of the Patent and Trade- 
mark Office. After April 1, 1995, any party making a FOIA 
request for a complete copy of the Letter of Protest should file 
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that request directly with the Office of the Assistant Commis- 
sioner for Trademarks by mailing it to 2900 Crystal Drive, 
Arlington, Va. 22202-3513 or by faxing it to (703) 308-7220. 
Such a request should be directed to the attention of the Admin- 
istrator for Classification and Practice. Upon review of the 
Letter of Protest material, the Administator will usually forward 
acopy of the Letter of Protest and its attachment to the requester. 
Only in cases where the Letter of Protest or its attachments 
contain material that would potentially be expected from disclo- 
sure under the Freedom of Information Act will the Adminis- 
trator not forward the requested material. If, in the opinion of 
the Administrator, any part of the Letter of Protest materials 
should be excepted from disclosure under FOIA, the matter 
will be forwarded to the Office of the Solicitor for further 
review. 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


February 21, 1995 
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(240) Notice of Change in the Method of 
Assigning Registration Numbers to 


Trademark Registrations 


As of October 10, 1995, in the Trademark Official Gazette 
sections titted TRADEMARK REGISTRATIONS ISSUED, 
TRADEMARK REGISTRATIONS ISSUED UNDER SEC- 
TION 1(D), and SUPPLEMENTAL REGISTER, registration 
numbers will be assigned in ascending serial number order. 
Currently registration numbers are assigned in ascending class 
order by ascending serial number inside each class, e.g., in Class 
1, Ser. No. 100,000 might be assigned Reg. No. 1,900,001; and 
in Class 42, Ser. No. 000,001 might be assigned Reg. No. 
1,903,456. Under the new system, registration numbers will 
be assigned in ascending serial number order regardless of 
class, e.g., Ser. No. 000,001 would be assigned Reg. No. 
1,900,001; and Ser. No. 100,000 would be assigned Reg. No. 
1,903,456. 


ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
for Trademarks 


August 30, 1995 
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(241) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 


Effect of December 1, 1993 Amendments 
to the Federal Rules of Civil Procedures on 
Trademark Trial and Appeal Board 
Inter Partes Proceedings 


Trademark Rule 2.116(a) provides that, except as otherwise 
provided, and wherever applicable and appropriate, procedure 
and practice in Trademark Trial and Appeal Board (Board) 
inter partes proceedings shall be governed by the Federal Rules 
of Civil Procedures. Trademark Rule 2.120(a) provides, in part, 
that the provisions of the Federal Rules of Civil Procedure 
relating to discovery shall apply in opposition, cancellation, 
interference, and concurrent use registration proceedings except 
as otherwise provided in Trademark Rule 2.120; and that the 
opening of discovery is governed by the Federal Rules of Civil 
Procedure. Thus, where the Board has its own rule concerning 
a particular matter of practice or procedure, that rule governs; 
if there is no Board rule concerning the matter, the Federal Rules 
of Civil Procedure apply, where applicable and appropriate. 

On December |, 1993, certain of the rules in the Federal 
Rules of Civil Procedures were amended, and one new rule 
was added. Specifically, Rules 1, 4, 5, 11, 12, 15, 16, 26, 28, 
29, 30, 31, 32, 33, 34, 36, 37, 38, 50, 52, 53, 54, 58, 71A, 72, 
73, 74, 75, and 76 were amended, and new Rule 4.1 was added. 
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Included in the amendments are changes in the discovery rules 
to require that the parties to a civil-action: (1) make a series 
of automatic disclosures, during the pretrial stages of the pro- 
ceedings, of certain evidence; (2) file the disclosures with the 
court; (3) meet, early in the proceeding, to discuss, inter alia, 
the automatic disclosure and to develop a plan for discovery; 
and, (4) transmit to the court a written report outlining the 
discovery plan. The timing of some of these matters is tied to 
the timing of a scheduling conference to be held, or a scheduling 
order to be issued, by the court. The timing and sequence of 
other of the matters depends upon the direction of the court. 
Further, parties are prohibited from seeking any of the tradi- 
tional forms of discovery until after they have met and devel- 
oped their discovery plan. 

The Patent and Trademark Office (Office) believes that the 
application of the cited provisions in inter partes proceedings 
before the Board would increase the complexity and cost of 
the proceeedings and would be unduly burdensome both to the 
Board and the parties. For these reasons, the Office is now of 
the opinion that these provisions would have a detrimental 
effect on, and are not appropriate for, Board proceedings. More- 
over, the Office’s Public Advisory Committee for Trademark 
Affairs has recommended that incorporation of the amendments 
in Board practice be deferred until the Office can evaluate the 
effects of the amendments on civil actions. On the other hand, 
some of the provisions added by the amendments are not objec- 
tionable, and others so clearly do not apply in, and/or are 
not appropriate for, Board proceedings that they need not be 
mentioned. 

Accordingly, application of Rule 2.120(a) is hereby waived, 
in pertinent part, to the extent that the following provisions 
of the Federal Rules of Civil Procedure, as amended, which 
otherwise arguably would apply in Board proceedings, and 
which would, in the opinion of the Office, have a detrimental 
effect on those proceedings, shall not be applied therein unless 
and until further notice is given: 


1. Rule 16(b) [requirement that court issue a scheduling order, 
after consulting with parties by scheduling conference, tele- 
phone, mail, or other suitable means] 


2. Rules 26(a)(1)-26(a)(4) [requirements for series of automatic 
disclosures of evidence] 


3. Rule 26(b)(4) [requirements for taking discovery from a 
person identified, in automatic disclosure, as an expert whose 
opinions may be presented at trial] 


4. Rule 26(d), first sentence [prohibition against the taking of 
discovery before the parties have met to discuss, inter alia, the 
automatic disclosures and to develop a plan for discovery] 


5. Rule 26(e)(1) [requirement for supplementation of automatic 
disclosures] 


6. Rule 26(f) [requirement that the parties meet, early in the 
proceeding, to discuss, inter alia, the automatic disclosure and 
to develop a plan for discovery] 


7. Rule 26(g)(1) {signature requirements for automatic disclo- 
sures] 


8.Rule 30(a)(2)(C) [requirement that a party obtain leave of 
court or written stipulation to take a deposition prior to the 
Rule 26(f) meeting of the parties] 


9. Rule 33(a), last sentence [requirement that a party obtain 
leave of court or written stipulation to serve interrogatories 
prior to the Rule 26(f) meeting of the parties] 


10. Rule 34(b), last sentence of first paragraph [requirement 
that a party obtain leave of court.or written stipulation to serve 
request for production of documents and things prior to the 
Rule 26(f) meeting of the parties} 


11. Rule 36(a), last sentence of first paragraph [requirement 
that a party obtain leave’of court or written stipulation to serve 
request for admission prior to the Rule 26(f) meeting of the 
parties] 
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12. Rule 37(a)(2)(A) [provision of motion to compe! disclosure 
and for sanctions for failure to make automatic disclosure] 


13. Rule 37(c)(1) [description of sanctions which may be 
imposed for failure to make, or supplement, automatic disclo- 
sure] 


14. Rule 37(g) [provision of sanctions for failure to participate 
in good faith in the framing of a discovery plan] 


Discovery in Board inter partes proceedings will continue 
to open as it did prior to December |, 1993 amendments to 
the Federal Rules of Civil Procedure, that is, as provided in 
those rules as they existed on November 30, 1993. Thus, inter- 
rogatories, requests for production of documents and things, 
and requests for admission may be served upon the plaintiff after 
the proceeding commences (i.e., after the notice of opposition or 
petition for cancellation is filed, and after the mailing by the 
Board of the notice of institution in an interference or concurrent 
use proceeding), and upon the defendant with or after service 
of the complaint by the Board. Discovery depositions generally 
may be taken by any party after commencement of the pro- 
ceeding. Board’s permission to take a discovery deposition 
must be obtained in certain situations, including a situation in 
which the plaintiff seeks to take a deposition prior to the expira- 
tion of 30 days after service of the complaint by the Board 
upon any defendant, except where a defendant has served a 
notice of taking deposition or otherwise sought discovery or 
where the notice of deposition: (1) states that the proposed 
deponent is about to go out of the United States and will be 
unavailable for examination unless the person’s deposition is 
taken before expiration of the 30-day period, and, (2) sets forth 
facts to support the statement. 

Similarly, the practice embodied in Rules 33(a), 34(b), and 
36(a) of the Federal Rules of Civil Procedure, as they read on 
November 30, 1993, that a defendant may serve responses to 
interrogatories, requests for production of documents and 
things, and requests for admission either within 30 days after 
service of a discovery request [35 days if service of the request 
for discovery is made by first-class mail, “Express Mail,” or 
overnight courier—Trademark Rule 2.119(c)], or within 45 
days after service of the complaint upon it by the Board, which- 
ever is later, will continue to be followed in Board proceedings. 

The Patent and Trademark Office will, in due course, publish 
a notice of proposed rule making to amend, as may be necessary, 
the trademark rules governing practice and procedure in inter 
partes proceedings before the Board. 


ROBERT M. ANDERSON 
Acting Assistant Commissioner 
for Trademarks 


Jan. 15, 1994 
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(242) Interlocutory Decisions by the 


Trademark Trial and Appeal Board 


Only final decisions of the Trademark Trial and Appeal 
Board are subject to judicial review. Some confusion may exist 
in inter partes trademark proceedings as to whether certain 
decisions. of the Board are “final” fort purpose of judicial 
review. 

An example where confusion may arise is.a case in which 
(1) an opposition is filed, (2) applicant counterclaims for cancel- 
lation of a registration relied upon by an opposer, and (3) the 
Board renders a dicision (generally on summary judgment) on 
the opposition, but sets-the counterclaim for trial. Under these 
circumstances, there is no final order of the Board, because a 
decision has not been entered on the counterclaim. 

The party losing the opposition may feel compelledto seek 
judicial review within two months_of the Board’s decision-to 
“prserve” its rights. But such an appeal appears to be premature 
under.Copeland.’s Enterprises, Inc. v. CNV, Inc. 887 F.2d 1065, 
12 USPQ2d 1563 (fed. Cir. 1989) (in banc). Copeland’s is not 
the only appeal which has been dismissed because it was taken 
from an interlocutory decision of the Board. See Cortex Corpo- 
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ration v. W.L. Gore & Associates, Inc., No. 91-1016 (Fed. Cir. 
January 14, 1991)(unpublished), and Kellogg Co. v. Pack’em 
Enterprises, Inc., No. 90-1336 (Fed. Cir. Sept. 27, 1990) 
(unpublished). 

In an effort to (1) minimize disruption in proceeding pending 
before the Board, (2) eliminate unnecessary appeals and filing 
of civil actions, only to have the appeal or civil action dismissed 
as premature, and (3) provide some certainty to parties and 
their attorneys as to when an appeal is timely, the Board will, 
when resolving a merits issue prior to final judgement, generally 
indicate that it has entered an “interlocutory” order in the pro- 
ceeding and further set the time for seeking judicial review of 
the “interlocutory” order to expire two months from the date 
a final order is entered in the proceeding. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


Jan. 22, 1991 
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Patent and Trademark Office 
Trademark Trial and Appeal Board 


(243) 


New Title for Members of 
Trademark Trial and Appeal Board 


The Chairman and Members of the Trademark Trial and 
Appeal Board have been authorized to use the respective titles 
Chief Administrative Trademark Judge and Administrative 
Trademark Judge for signing all correspondence and decisions, 
and for other business-related activities. 

The respective titles of Chairman and Member will continue 
to be the official titles for personnel, budget and fiscal purposes. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Oct. 15, 1993 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Part 10 
[Docket No. 930366-4319] 
RIN 0651-AA65 


Cross-Appeals in Patent and Trademark 
Office Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Proposed Rulemaking 

Summary: On July 21, 1993, the Patent and Trademark Office 
(PTO) proposed amending a rule of practice in practitioner 
disciplinary proceedings. 58 FR 38994. The proposed rule 
change provides for a time period for a party to a disciplinary 
proceeding to file a cross-appeal, after the other party (the 
respondent or the Director of the Office of Enrollment and 
Discipline) to the proceeding has appealed from the initial 
decision of the administrative law judge (ALJ) to the Commis- 
sioner. Currently, PTO rules do not provide for such a time 
period. A party in a disciplinary proceeding may be interested 
in appealing only if the other party has appealed. Allowing a 
time period for filing a cross-appeal will give parties to disci- 
plinary cases more flexibility after an initial decision by the 
administrative law judge and will avoid the necessity of filing 
a contingent appeal simply to preserve rights in the event the 
other party files an appeal. 

One comment to the rule change proposed on July 21, 1993, 
was received suggesting substantive changes. This second 
notice adopts that suggested change. 

Dates: Written comments must be received on or before [March 
16, 1995] to ensure consideration. An oral hearing will not be 
conducted. 
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Addresses: Address written comments to Commissioner of 
Patents and Trademarks, Box OED, Washington, D.C. 20231, 
marked to the attention of Harry I. Moatz. Written comments 
will be available for public inspection in Suite 518, on the Sth 
floor of Crystal Park I, located at 2011 Crystal Drive, Arlington, 
Virginia. 

For Further Information Contact: Harry 1. Moatz by telephone 
at (703) 308-5273 or by mail marked to his attention and 
addressed to Commissioner of Patents and Trademarks, Box 
OED, Washington, D.C. 20231. 

Supplementary Information: A Notice of Proposed Rulemaking 
was published in the Federal Register (58 FR 38994) on July 
21, 1993, and in the Official Gazette of the PTO (1153 Off. 
Gaz. 32) on August 10, 1993. Comments were due August 20, 
1993. One comment was received. The comment suggested a 
substantive change to the original proposed rulemaking. The 
PTO has adopted the change and is now publishing a second 
notice requesting comments on the amended notice. 

Pursuant to 37 CFR § 10.132 et seq., the Director of the 
Office of Enrollment and Discipline within the PTO may initiate 
a disciplinary proceeding against a practitioner. If the pro- 
ceeding is contested by the practitioner and the Director con- 
tinues to prosecute, an ALJ for the Department of Commerce 
enters an initial decision which includes findings of fact, conclu- 
sions of law and an order. 37 CFR § 10.154. 

Either party to the proceeding may appeal from the initial 
decision of the ALJ to the Commissioner within thirty (30) 
days of the date of the decision. 37 CFR § 10.155(a). However, 
prior to this proposed rule change, § 10.155(a) did not provide 
for the filing of a cross-appeal. 

With regard to interference proceedings, 37 CFR § 1.304(a) 
addresses the filing of cross-appeals by stating in pertinent part 
that: 


the time for filing a cross-appeal [to the Court of Appeals 
for the Federal Circuit] or cross-action [in a district court] 
expires (1) 14 days after service of the notice of appeal or the 
summons and complaint or (2) two months after the date of 
decision of the Board of Patent Appeals and Interferences, 
whichever is later. 


The proposed rule change is similar to the cross-appeal 
authorized in interference proceedings. 


Response to and Analysis of Comment: The single comment 
suggested that the second sentence of the proposed § 10.155(a) 
be modified by adding “pursuant to § 10.142” after “(1) 14 
days after service of the appeal” to make clear that the period 
for filing a cross-appeal or reply brief runs from service pursuant 
to § 10.142. The suggestion is being adopted. The comment 
further suggested that the fifth sentence in the rule proposed 
on July 21, 1993, be separated into three new sentences. The 
first and second new sentences make clear that “the other party 
to an appeal or cross-appeal may file a reply brief,” and that 
a “reply brief by the respondent” is to be “served in duplicate 
with the Director.” The third new sentence provides a date 
certain for filing any reply brief by avoiding uncertainty as to 
when “receipt” of an appeal, cross-appeal or copy thereof 
occurs, and by relying on the date of “service pursuant to § 
10.142” of an appeal, cross-appeal, or a copy thereof. The 
suggestions have been adopted in the proposed rules. 


Other Considerations: This rule change conforms with the 
requirements of the Regulatory Flexibility Act (5 U.S.C. 601 
et seq.), Executive Orders 12612 and 12866, and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that the rule change will not have a significant 
economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principal 
impact of the rule change is to provide a time period to file a 
cross-appeal in a PTO disciplinary proceeding. See the original 
notice of proposed rulemaking published in the Federal Reg- 
ister, 58 FR at 38996. 

The PTO has determined that the rule change has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. The Office of Management and Budget has deter- 
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mined that the rule change is not significant for the purposes 
of Executive Order 12866. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
record keeping or reporting requirements within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 10 


Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and recordkeeping requirements. 


For the reasons set out in the preamble, and pursuant to the 
authority contained in 35 U.S.C. 6, the PTO proposes to amend 
37 CFR part 10 as follows, wherein deletions are indicated by 
brackets ([}) and additions by arrows (4): 


Part 10-Representation of Others Before The Patent and 
Trademark Office 


1. The authority citation for 37 CFR part 10 would continue 
to read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


2. Section 10.155 is amended by revising paragraph (a) to 
read as follows: 


§ 10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial decision 
of the administrative law judge under § 10.154, either party 
may appeal to the Commissioner. PIf an appeal is taken, the 
time for filing a cross-appeal expires (1) 14 days after the date 
of service of the appeal pursuant to § 10.142 or (2) 30 days 
after the date of the initial decision of the administrative law 
judge, whichever is later. An appeal Por cross appeal by 
the respondent will be filed and served with the Director in 
duplicate and will include exceptions to the decisions of the 
administrative law judge and supporting reasons for those 
exceptions. If the Director files the appeal Por cross-appeal <4 
, the Director shall serve Pon the other party a copy of the 
appeal Por cross-appeal. ® The other party to an appeal or 
cross-appeal may file a reply brief. A respondent's reply brief 
shall be filed and served in duplicate with the Director. The 
time for filing any reply brief expires<4 [Within] thirty (30) 
days after Pthe date of [receipt] service pursuant to § 
10.1424 of an appeal cross-appeal or copy thereof[, the 
other party may file a reply brief, in duplicate with the Director]. 
If the Director files [the] a4 reply brief, the Director shall 
serve Pon the other party a copy of the reply brief. Upon 
the filing of an appeal cross appeal, if any,<4 and [a] reply 
briefs, if any, the Director shall transmit the entire record 
to the Commissioner. 


MICHAEL K. KIRK 
Deputy Assistant Secretary 
of Commerce and Deputy 
Commissioner of Patents 
and Trademarks 


January 13, 1995 
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(245) Request for Information to Aid in the 
Implementation of the Recordation Requirements 
of Section 8 of the Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce 

Action: Notice; Request for Information 

Summary: The Patent and Trademark Office(PTO) is seeking 
information concerning alphanumeric designations currently in 
use by manufacturers or distributors of industrial fasteners. 
These alphanumeric designations may be used to signify the 
physical characteristics, strength, chemical content, size or 
other information about the fastener upon which they appear 
or they may be used as common law trademarks to identify 
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and distinguish the manufacturer or distributor of such fas- 
teners. The PTO needs information concerning these alphanu- 
meric designations in order to administer the proposed fastener 
recordal system published on Aug. 17, 1992, at 57 F.R. 37060, 
37061 to implement the requirements of Section 8 of the Fas- 
tener Quality Act, Public Law 101-592. Therefore, the PTO is 
requesting from fastener industry associations, standards 
bodies, or individual manufacturers or distributors, any general 
or specific information available concerning alphanumeric des- 
ignations currently in use within the industry, whether as unreg- 
istered trademarks, as marks required by a standard, or for any 
other purpose. 


Date: Comments should be submitted on or before Sept. 
27,1993. Comments received after this date will be considered 
if possible. 


Addresses: All comments concerning alphanumeric designa- 
tions should be addressed to Lynne G. Beresford, Trademark 
Legal Administrator, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231, telephone number (703) 305- 
9464. 


For Further Information Contact: Lynne G. Beresford, Trade- 
mark Legal Administrator, (703) 305-9464. 


Supplementary Information: In 1990, Congress enacted the 
Fastener Quality Act, Public Law 101-592 (the Act) to protect 
public safety, deter introduction of non-conforming fasteners 
into commerce, improve the tracing of fasteners used in critical 
applications, and provide customers with greater assurance that 
fasteners meet stated specifications. The Act requires that cer- 
tain fasteners sold in commerce conform to the specifications 
to which they are represented to be manufactured; provides for 
accreditation of laboratories engaged in fastener testing; and 
requires the inspection, testing and certification (in accordance 
with standardized methods) of fasteners covered by the Act. 

Section 8 of the Act prohibits offering fasteners for sale that 
are required by an applicable standard or specification to bear 
a raised or depressed insignia identifying the manufacturer or 
private label distributor unless such manufacturer or distributor 
has complied with the requirements of a program of the Secre- 
tary of Commerce for the recordation of such insignia in order 
to ensure that the fasteners can be traced to the manufacturer 
or distributor. 

The program for recordation of fastener insignias, established 
by the Secretary of Commerce and administered by the Patent 
and Trademark Office, will allow the owner of a mark, which 
is the subject of a duly filed trademark application or registra- 
tion, to apply for recordal of that mark as its fastener insignia. 
However, if the manufacturer or private label distributor does 
not wish to use a trademark as its fastener insignia, it will be 
permitted to apply for a unique alphanumeric designation for 
that purpose. 

The PTO wants to ensure that it does not inadvertently issue 
an alphanumeric designation that is either already in use by a 
manufacturer or distributor as its identifying insignia, or a 
designation already in use by the industry to signify the physical 
characteristics, strength, chemical content, size or other infor- 
mation about the fastener. For that reason, the PTO is requesting 
from fastener industry associations, standards bodies, or indi- 
vidual manufacturers or distributors, any general or specific 
information available concerning alphanumeric designations 
currently in use within the industry, whether as unregistered 
trademarks, as marks required by a standard, or for any other 
purpose. The PTO does not need information concerning spe- 
cific registered alphanumeric trademarks, as that information 
is readily available from the PTO’s database. 

(Authority: 15 USC 5407) 


MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner 
of Patents and Trademarks 


[1154 TMOG 9} 


July 15, 1993 
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(246) FEDERAL REGISTER NOTICE 
DEPARTMENT OF COMMERCE 


Patent and Trademark Office 


Notice of Hearings and Request for Comments on 
Preliminary Draft of the Report of the Working Group on 
Intellectual Property Rights 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of hearings and request for public comments 
Summary: The Working Group on Intellectual Property Rights 
of the White House Information Infrastructure Task Force has 
issued a preliminary draft of its report, “Intellectual Property 
and the National Information Infrastructure,” and is soliciting 
public comment. Copies of the preliminary report may be 
obtained by calling the U.S. Patent and Trademark Office at 
(703) 305-9300 or by sending a written request to the Commis- 
sioner of Patents and Trademarks, U.S. Patent and Trademark 
Office, Box 4, Washington, D.C. 20231, marked to the attention 
of Terri A. Southwick, Office of Legislative and International 
Affairs. The Working Group will hold public hearings on the 
preliminary report in Washington, D.C., Chicago and Los 
Angeles. 

Dates: The public hearing in Chicago will be held on September 
14, 1994, from 9 a.m. to 5 p.m. The public hearing in Los 
Angeles will be held on September 16, 1994, from 9 a.m. to 
5 p.m. The public hearing in Washington, D.C., will be held 
on September 22 and 23, 1994 from 9 a.m. to 5 p.m. Requests 
to present oral testimony at the Chicago or Los Angeles hearings 
must be received on or before September 7, 1994. Requests to 
present oral testimony at the Washington, D.C., hearings must 
be received on or before September 15, 1994. As announced 
in the previous notice regarding the submission of written com- 
ments on the preliminary report, published at 59 Fed. Reg. 
35912 (July 14, 1994), all written comments must be submitted 
on or before September 7, 1994. Comments in reply to initial 
written comments may be submitted no later than September 
28, 1994. 

Addresses: The hearing in Chicago will be held at the University 
of Chicago, Ida Noyes Hall, 1212 East 591h Street, Chicago, 
Illinois. The hearing in Los Angeles will be held at the Univer- 
sity of California at Los Angeles, 1100 Schoenberg Hall, 405 
Hilgard Avenue (Southeast side of UCLA Campus), Los 
Angeles, California. The hearings in Washington, D.C. will be 
held at the Andrew W. Mellon Auditorium, Constitution 
Avenue between 12th and 14th Streets, N.W., Washington, 
D.C. Requests to present oral testimony should be submitted 
to the Commissioner of Patents and Trademarks, U.S. Patent 
and Trademark Office, Box 4, Washington, D.C. 20231, marked 
to the attention of Terri A. Southwick, Attorney-Advisor, Office 
of Legislative and International Affairs. Requests should 
specify the date and location of the hearing at which the 
requester wishes to present oral testimony, and should include 
the name, address, telephone number, fax number and profes- 
sional affiliation, if any, of the requester. 

The transcripts of the hearings will be made available for 
public inspection 10 days after the hearings at the Scientific 
and Technical Information Center of the Patent and Trademark 
Office, Room 2C01, Crystal Plaza 3/4, 2021 Jefferson Davis 
Highway, Arlington, Virginia, between the hours of 9 a:m. and 
4 p.m., Monday through Friday, except holidays. Information 
about obtaining copies of transcripts of the hearings may be 
obtained by calling (703) 305-9300 no sooner than 10 days 
after the hearings. 

For Further Information Contact: Terri A. Southwick or 
Michael O'Neil, Office of Legislative and International Affairs, 
U.S. Patent and Trademark Office, Box 4, Washington, D.C. 
20231. Telephone: (763) 305-9300; Fax: (703) 305-8885. 
Supplementary Information: The Working Group on Intellec- 
tual Property Rights, chaired by Assistant Secretary of Com- 
merce and Commissioner of Patents and Trademarks Bruce A. 
Lehman, was established as part of the White House Informa- 
tion Infrastructure Task Force. The Task Force, chaired by 
Secretary of Commerce Ronald H. Brown, was created to work 
with Congress and the private sector to develop comprehensive 
telecommunications and information policies aimed at articu- 
lating and implementing the Administration's vision for the 
National Information Infrastructure (NII). 
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“Intellectual Property and the National Information Infra- 
structure: A Preliminary Draft of the Report of the Working 
Group on Intellectual Property Rights” represents the Working 
Group’s examination and analysis to date of the intellectual 
property implications of the NII, and includes the Group’s draft 
findings and recommendations. While it addresses each of the 
major areas of intellectual property law, including patent, trade- 
mark and trade secret, the preliminary report focuses primarily 
on copyright law and its application and effectiveness in the 
context of the NII. 

The Working Group solicited written comments from the 
public on the preliminary report in a notice published at 59 
Fed. Reg. 35912 on July 14, 1994. 


Bruce A. Lehman 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Dated: Aug. 12, 1994 


[1166 TMOG 17] 


(247) Iraqi Sanctions Regulations 


On Jan. 18, 1991, the Department of the Treasury, Office of 
Foreign Assets Control (OFAC), published the Iraqi Sanctions 
Regulations (Regulations) (31 CFR Part 575). 56 Fed. Reg. 
2112. The regulations implement Executive Orders 12722 
(Aug. 2, 1990) and 12724 (Aug. 9, 1990) relating to certain 
property and transactions in which the Government of Iraq and 
persons in Iraq may have an interest. 

It appears that the provisions of the Executive Orders and 
Regulations prohibit transactions relating to the filing or prose- 
cution of applications for patents or for registration of trade- 
marks, where an Iraqi interest is involved. The prohibited 
transactions, however, may be authorized by a specific license 
issued pursuant to the proceedures described in Section 575.801 


of Subpart H of the Regulations. 

This notice is intended to alert practitioners and applicants 
to the prohibitions which may apply to matters before the Patent 
and Trademark Office, (PTO) if Iraqi interests are involved. 
this notice is further intended to advise that where such interests 
or potential interests come to the attention of the PTO, an 
appropriate specific license from OFAC may be required. 


HARRY F. MANBECK, Jr. 
Commissioner of Patents 
and Trademarks 


Jan. 29, 1991 


[1123 TMOG 36] 


(248) Notice Regarding Patent and Trademark 


Rights in the Russian Federation 


Representatives of the Russian Federation met with represen- 
tatives of the U.S. Government on Monday, February 24, 1992, 
at the U.S. Patent and Trademark Office. The Russian delega- 
tion sought information about the operation of the U.S. patent 
and trademark systems and provided information about the 
treatment of inventions, industrial designs, utility models, trade- 
marks, service marks, and appellations of origin in the Russian 
Federation. 

Following is the text of a statement from the Chairman of 
the Committee for Patents and Trademarks (ROSPATENT). 
outlining the status of industrial property protection in the 
Russian Federation and the plans for the future. 


INFORMATION 
by the Committee for Patents and Trademarks 
Due to the fact. that the draft laws on patents and on trade- 


marks were approved in the first hearing by the Supreme Soviet 
of the Russian Federation and taking into account numerous 
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questions of domestic inventors, foreign patent offices and 
patent attorneys, the Committee for Patents and Trademarks 
(Rospatent) of the Ministry of Science, Higher School and 
Technical Policy of the Russian Federation hereby informs that: 

1. Until the Patent Law and Trademark Law become effec- 
tive, the provisions of the USSR Laws on Inventions, Industrial 
Designs and Trademarks, that are adopted as the normative 
base by the States party to the Provisional Agreement on the 
Industrial Property Protection, as signed in Minsk on Dec. 27, 
1991, are applied in the territory of the Russian Federation. 

According to the Provisional Agreement, the Russian Federa- 
tion, as well as the other States party to it, recognizes the 
validity of titles of protection issued earlier pursuant to the 
USSR Laws in the territory of the Russian Federation. 

Rospatent has submitted to the Government of the Russian 
Federation its proposals on issuing a normative act which is 
to certify the adoption by the Russian Federation of the said 
obligations arising out of the Provisional Agreement. 

2. The applicants, who have filed applications for inventions, 
industrial designs and trademarks with the former USSR Gos- 
patent, may, without losing the priority dates, wait until the 
Provisional Agreement on the Industrial Property Protection 
becomes effective, the Interstate Patent Office is established 
and its working procedures for issuing interstate titles of protec- 
tion are elaborated. 

3. In accordance with the abovesaid proposals by Rospatent, 
as submitted to the Government of the Russian Federation, any 
applicant wishing to obtain a patent (a trademark certificate) 
of the Russian Federation will be given the right to seek, on 
the basis of an application filed, for provisional protection in 
the territory of the Russian Federation. 

Such provisional protection will be granted to inventions, 
industrial designs and trademarks claimed in the applications 
in respect of which the examiners have taken decisions on the 
possibility of issuing patents (certificates), and will last from 
the date when the data on an application are published in a 
special gazette to the date of issuance of a patent (certificate) 
of the Russian Federation. 

The provisional protection in the territory of the Russian 
Federation will not impose legal barriers to obtaining, by the 
applicant, an interstate patent (certificate) after the Provisional 
Agreement on the Industrial Property Protection becomes effec- 
tive. The priority date will still be considered as the date of 
filing the application either with the former USSR Gospatent 
or with Rospatent, with due regard to the conventional priority. 

4. According to the Provisional Agreement on the Industrial 
Property Protection signed on Dec. 27, 1991, an inventor’s 
certificate issued in the former USSR may not be exchanged 
for patents of the individual States party to the Provisional 
Agreement. The question of exchanging inventor’s certificates 
for interstate patents will be finally resolved in the course of 
developing and concluding an Interstate Convention. 

In this connection, Rospatent does not exchange inventors’ 
certificates for patents if a petition to this extent was filed after 
Dec. 27, 1991. 


V. Rassokhin 
Chairman of Rospatent 


Copies of unofficial translations of the draft laws referred 
to in the statement are available from Box 4, U.S. Patent and 
Trademark Office, Washington, DC 20231. the charge is $4.00 
to cover the cost of duplication. Checks should be made payable 
to the Commissioner of Patents and Trademarks. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


March 2, 1992 


[1136 TMOG 216] 


(249) Regarding Industrial Property Protection 


in Ukraine 


The following announcement of Ukraine was furnished by 
the World Intellectual Property Organization of Geneva, Swit- 
zerland. 
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ANNOUNCEMENT ON THE PROVISIONAL 

REGULATION CONCERNING THE LEGAL 

PROTECTION OF INDUSTRIAL PROPERTY 
IN UKRAINE 


The President of Ukraine, by his Decree of Sept. 18, 1992, 
approved the Provisional Regulation on Legal Protection of 
Objects of Industrial Property and Rationalization Proposals in 
Ukraine (“Regulation”). The Regulation entered into force on 
Sept. 18, 1992. 

The situation of industrial property protection in Ukraine, 
as resulting in particular from the transitional provisions of the 
Regulation, is summarized below. 


I. The Transitional Provisions Concerning Priority and, in 
Respect of Applications for Patents of Inventions, the Car- 
rying Out of Examination 


(1) Any priority claimed within six months from the entry 
into force of the Regulation, i.e. until Mar. 18, 1993, on the 
basis of the first filing in a State party to the Paris Convention 
for the Protection of Industrial Property, will be recognized 
even if it is claimed after twelve months from the first filing 
in the case of patents for inventions, or six months from the 
first filing in the case of industrial designs or trademarks, 
provided that it is claimed not later than twenty-seven months 
from the first filing in the case of patents for inventions, or 
not later than twenty-one months from the first filing in the 
case of industrial designs and trademarks. 

(2) The applicant or any other person may submit to the 
State Patent Office of Ukraine within five years from the filing 
date a request for the substantive examination of an application 
for a patent for invention. The request must be accompanied 
by a search report established by an International Searching 
Authority under the Patent Cooperation Treaty (PCT) or an 
organization registered with the State Patent Office of Ukraine 
as a Searching Authority, or by evidence that an action to 
grant a patent has been taken by a Patent Office which has a 
substantive examination system for granting patents. 


II. Applications for Industrial Property Rights Filed with 
the Patent Office of the Soviet Union 


(3) An applicant of an application for a patent for inven- 
tion, for an inventor’s certificate, for an industrial design patent 
or certificate or for a trademark certificate filed with the Patent 
Office of the Soviet Union may request the State Patent Office 
of Ukraine within six months from the date of entry into force 
of the Regulation, i.e., until Mar. 18, 1993, that the said applica- 
tion be further processed according to the Regulation. The 
request must be accompanied by a copy of said application, 
including a copy of the request showing the filing date as sent 
back by the Patent office of the Soviet Union to the applicant, 
and by any available evidence showing that the said application 
still had effect on Dec. 24, 1991. The filing date and any priority 
date of the said application will be maintained. 


III. Industrial Property Rights Granted by the Patent Office 
of the Soviet Union 


(4) Patents for inventions, industrial design patents and 
trademark certificates granted by the Patent Office of the Soviet 
Union prior to Dec. 25, 1991, will, after their registration by 
the State Patent Office of Ukraine at the request of the owner and 
upon furnishing of a document for payment of the prescribed fee 
(see paragraph (11), below), be considered as having the same 
effects for the remaining period of their validity as a patent 
for invention, industrial design patent or trademark certificate 
granted in accordance with the Regulation by the State Patent 
Office of Ukraine. The duration of the said validity is 20 years 
from the filing date of the application in the case of a patent 
for invention, 15 years from the filing date of the application 
in the case of an industrial design patent and, in the case of 
a trademark certificate, 10 years from the filing date of the 
application (if the period of validity of the certificate had not 
yet been extended by Dec. 24, 1991) or from the date of the 
request for extension of the period of validity (if the period of 
validity of the certificate had already been extended by Dec. 
24, 1991). The request must be filed within six months from 
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the date of entry into force of the Regulation, i.e., until Mar. 
18, 1993, and must be accompanied by a copy of the patent 
or certificate granted by the Patent Office of the Soviet Union. 
(5) As regards inventors’ certificates and industrial design 
certificates granted by the Patent Office of the Soviet Union 
in relation to which a 20-year term in the case of inventions, 
or a 15-year term in the case of industrial designs, both counted 
from the filing date of the application, has not expired before 
the entry into force of the Regulation, i.e., prior to Sept. 18, 
1992, the State Patent Office of Ukraine will grant, at the 
request of the inventor (inventors) and with the consent of the 
applicant, a Ukrainian patent to the inventor himself, or to any 
other physical or legal person, with their consent, indicated in 
the request, or to the Ukrainian Inventions Foundation. In the 
case of inventions, if the said request is not made within the 
period of one year after the entry into force of the Regulation, 
i.e., until Sept. 18, 1993, inventors’ certificates granted by 
the Patent Office of the Soviet Union shall be exchanged for 
Ukrainian patents granted to the Ukrainian Inventions Founda- 
tion. Any Ukrainian patent to which this paragraph applies will 
be valid until the expiration of 20 years from the filing date 
of the application in the case of inventions, and 10 years from 
the filing date of the application, with an opportunity of subse- 
quent extension, upon request of the owner, but not longer than 
for another 5-year period in the case of industrial designs. 


IV. Effects in Ukraine of International Applications under 
the Patent Cooperation Treaty (PCT) 


(6)(a) On Sept. 21, 1992, Ukraine deposited a declaration 
of continuation the effect of which is that the Patent Cooperation 
Treaty (PCT) is applied by Ukraine. Nationals and residents 
of Ukraine can therefore file international applications, and 
Ukraine can be designated and elected in international applica- 
tions filed, from that date. 

(b) On Sept. 29, 1992, the Assembly of the PCT Union 
adopted, with effect on Oct. 1, 1992, new Rules 32.1 and 32.2 
in the Regulations under the PCT, concerning the extension of 
international applications to certain successor States. 

(c) For the purpose of determining the status of interna- 


tional applications with respect to Ukraine, one has to distin- 
guish between 
(i) international applications designating the Soviet 
Union whichwere filed prior to Dec. 25, 1991 (see 
(d), below); 
(ii) international applications—irrespective of the 


designations, they contain—which were filed 
between Dec. 25, 1991, and Nov. 23, 1992 (see (e) 
to (g), below); 
(iii) international applications designating Ukraine 
filed on or after Sept. 21, 1992 (see (h), below). 
(d) As regards any international application whose inter- 
national filing date is prior'to Dec. 25, 1991, and in which the 
Soviet Union has been designated, the “national filing effect” 
of any such application under Article 11(4)-of the PCT will, 
pursuant to the deposit by Ukraine of its declaration of continua- 
tion, be recognized in Ukraine (provided that the international- 
application has not lost its effect in the Soviet Union by Dec. 
24, 1991). The conditions under which any such international 
application, or any patent or inventor’s certificate resulting 
therefrom and granted by the Patent Office of the Soviet Union, 
may continue to have effect in Ukraine are the following: 
(i) if a patent for invention or an inventor's certificate 
has been granted by the Patent Office of the Soviet 
Union on the basis of the international application, 
the conditions described in paragraphs (4) and (5), 
above, are applicable; 
(ii) if the applicant has entered the national phase 
before the Patent Office of the Soviet Union but a 
patent for invention or an inventor's certificate had 
not been granted by the Patent Office of the Soviet 
Union without the application having been rejected 
by that Office, the applicant must, until Mar. 18, 
1993, 
—fumrnish to the State Patent Office of Ukraine a 
copy of the Russian translation submitted to the 
Patent Office of the Soviet Union and any available 
evidence showing that the application still had effect 
on Dec. 24, 1991, 
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—file the request referred to in paragraph (3), above, 
with the State Patent Office of Ukraine, and 
—furnish to the State Patent Office of Ukraine a 
document for payment of the prescribed fee (see 
paragraph 11, below); 
(ili) if the applicant has not entered the national phase 
before before the Patent Office of the Soviet Union 
and the time limit for entering the national phase 
before that Office had not expired on Dec. 24, 1991, 
the applicant must, until Mar. 18, 1993, furnish to 
the State Patent Office of Ukraine a translation of 
the international application into Ukrainian or Rus- 
sian and a document for payment of the prescribed 
fee (see paragraph 11, below). 

(e) As regards any international application whose filing 
date is later than Dec. 24, 1991, and earlier than Nov. 24, 
1992', its effects may be extended to Ukraine (irrespective of 
the designations it contains) through the performance by the 
applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request 
for extension; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss 
francs. 

(f) The applicant in respect of each and every interna- 
tional application referred to in (e), above, or his agent or 
common representative if there is one, will receive a written 
notification from the International Bureau of WIPO calling his 
attention to the fact that he can, by filing a written requests 
for extension, extend the effects of the international application 
to Ukraine. The notification will, in particular, specify the 
modes of payment of the extension fee of 185 Swiss francs. 
the request for extension must contain the identification of 
the international application by its international application 
number. A form which may be used for the purpose of 
requesting the extension to Ukraine will be attached to the 
notification. The request for extension must be in English or 
French, and may be sent by telefax or telex. The request for 
extension and the corresponding payment must reach the Inter- 
national Bureau of WIPO before the expiration of three months 
from the date of the notification sent by the International Bureau 
of WIPO; if either the request or the fee is received later, the 
request will be refused. It is recommended that applicants await 
the notification from the International Bureau of WIPO and 
use the form attached to it, but requests and payments may be 
made without waiting for the notification from the International 
Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are 
fulfilled, Ukraine will be considered as having been designated 
in the international application on its international filing date. 
For entering the national phase before the State Patent Office 
of Ukraine, the applicant must furnish to that Office a translation 
of-the international application into Ukranian or Russian and 
a document for payment of the prescribed fee (see paragraph 
11, below) until Dec. 31, 1993, or within the following time 
limit if that time limit expires after Dec. 31, 1993: 

(i) before the expiration of 21 months from the pri- 
ority date if Ukraine is not elected under Chapter II 
of the PCT within 19 months from the priority date; 
(ii) before the expiration of 31 months from the pri- 
ority date if Ukraine is elected under Chapter II of 
the PCT within 19 months from the priority date. 

(h) As regards any international application whose inter- 
national filing date is later than Sept. 20, 1992, and in which 
Ukraine has been designated, the applicant, in order to enter 
the national phase before the State Patent Office of Ukraine, 
must furnish to that Office a translation of the international 
application into Ukrainian or Russian and a document for pay- 
ment of the prescribed fee (see paragraph 11, below) to that 
Office within the following time limit: 


‘With the exception of any such international application whose international filing 
date is later than Sept. 21. 1992, and in which Ukraine has been designated under 
Rule 4.%a) of the Regulations under the PCT: in such a case, the procedure described 
in (€) to (g) is not applicable, and the procedure described in (h) is applicable. It 
should be noted that only those international applications filed on or after Sept. 21. 
1992, can specifically designate Ukraine. 
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(i) before the expiration of 21 months from the pri- 
ority date if Ukraine is not elected under Chapter II 
of the PCT within 19 months from the priority date: 
(ii) before the expiration of 31 months from the pri- 
ority date if Ukraine is not elected under Chapter II 
of the PCT within 19 months from the priority date. 


V. Effects in Ukraine of International Registrations under the 
Madrid Agreement Concerning the International Registration of 
Marks 


(7)(a) On Sept. 21, 1992, Ukraine deposited a declaration 
of continuation the effect of which is that the Madrid Agreement 
Concerning the International Registration of Marks is applied 
by Ukraine. 

(b) On Sept. 29, 1992, the Assembly of Madrid Union 
adopted, with effect on Oct. 1, 1992, a new Rule 38 in the 
Regulations under the Madrid agreement, concerning the effect 
of international registrations in certain successor States. 

(c) Pursuant to the deposit of the declaration of continua- 
tion and to the decision of the Assembly, certain international 
registrations may have effect in Ukraine subject to the condi- 
tions described below. Those international registrations are 
those which have territorial extension to the Soviet Union effec- 
tive from a date prior to Dec. 25, 1991. 

(d) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the 
World Intellectual Property Organization (WIPO) of 
a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount which is 62 Swiss francs per 
international registration. 

(e) The owner of each and every international registra- 
tion concerned, or his representative (if the owner has a repre- 
sentative whose name appears in the International Register), 
will receive a written notice from the International Bureau of 
WIPO calling his attention to the fact that he can, by filing a 
written request, continue the effect of the international registra- 
tion to Ukraine. The notice will, in particular, specify the modes 
of payment of the fee. The request must contain the identifica- 
tion of the international registration concerned by its interna- 
tional registration number. A form (in French) will be attached 
to the notice and may be used. The request must be in English 
or French, and may be sent by telefax or must reach the Interna- 
tional Bureau of WIPO before the expiration of six months 
from the date of the notice sent by the International bureau of 
WIPO; if either the request or the fee is received later, the 
request will be refused. Requests and payments may be made 
without waiting for the notice of the International Bureau of 
WIPO. 

(f) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to 
Ukraine, have effect as from the effective date of the territorial 
extension to the Soviet Union and benefit from any priority 
validly claimed in regard to such extension. 

(g) For each international registration which has no 
territorial extension to the Soviet Union or whose international 
registration date is later than Dec. 24, 1991, protection in 
Ukraine can only be obtained by filing, through the intermediary 
of the national Office of the country of the owner, a request 
for territorial extension under Rule 20 of the Regulations under 
the Madrid Agreement. it is to be noted that requests for territo- 
rial extension to Ukraine are possible at present. 


VI. Prior User Right 


(8) Enterprises, organizations and institutions which have 
already started to use inventions or industrial designs for which 
protection can be obtained according to paragraph (5), above, 
prior to the entry into force of the Regulation, i.e., prior to 
Sept. 18, 1992, will have the right to a continued use of such 
inventions and industrial designs, but without increasing the 
volume of their utilization. 


VII. New Applications 


(9) From the date of entry into force of the Regulation, 
i.e. from Sept. 18, 1992, onward, applications for patents for 
inventions, for industrial design patents and for trademark cer- 
tificates can be filed with the State Patent Office of Ukraine. The 
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request as a part of the application must be filed in Ukrainian and 
be accompanied on the filing date by the prescribed fees. Other 
parts of the application may be presented in Ukrainian or Rus- 
sian. they may also be presented in English, French or German, 
provided that a translation into Ukrainian is presented upon 
request of the state Patent Office of Ukraine 


VIII. Procedural Provisions 


(10) If an applicant does not have his ordinary residence or 
principal place of business in Ukraine, he must authorize a 
representative in Ukraine, and all applications and requests 
referred to in the present announcement must be filed through 
the intermediary of such a representative. The list of the persons 
who can act as representatives is available at the State Patent 
Office of Ukraine. 

(11) The amounts of the fees which are referred to as “pre- 
scribed fees” in the present announcement as well as the kind 
of document which constitutes a “document for payment of the 
prescribed fee” will be published in a separate announcement. 


IX. Address of the Patent Office 


State Patent Office of Ukraine 
4, Karl Leibknecht Street 
252008 Kiev 

Ukraine 

Tel.: (7044) 293-2188 

Fax.: (7044) 268-2588 


Dec. 11, 1992 DOUGLAS B. COMER 
Acting Assistant Secretary and 
Acting Commissioner of 
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(250) Regarding Industrial Property Protection in 
the Czech Republic and the Slovak Republic 


The following announcements concerning industrial property 
protection in the Czech Republic and the Slovak Republic 
were furnished by the World Intellectual Property Organization 
(WIPO). 


Announcement on the Protection of Industrial Property in the 
Czech Republic 


In view of the fact that Czechoslovakia ceased to exist on 
Dec. 31, 1992, and that the Czech Republic and the Slovak 
Republic became independent States on Jan. 1, 1993, the situa- 
tion of industrial property protection in the Czech Republic is 
summarized below. 


I. Legal Basis 


(1) The respective legal acts on the protection of industrial 
property of Czechoslovakia remain applicable in the Czech 
Republic. 


II. Applications for Industrial Property Rights Filed with the 
Federal Office for Inventions of Czechoslovakia and Industrial 
Property Rights Granted by that Office, 


(2) Applications for industrial property rights filed with the 
Federal Office for Inventions of Czechoslovakia and industrial 
property rights granted by that Office maintain their legal effect 
in both the Czech Republic and the Slovak Republic, it being 
understood that the next fees which are to be paid must be 
paid, for protection in both the Czech Republic and the Slovak 
Republic, to both the Industrial Property Office of the Czech 
Republic and the Industrial Property Office of the Slovak 
Republic. 


III. International Treaties 


(3) The Czech Republic has deposited, with effect on Jan. 
1, 1993, a declaration the effect of which is that all those treaties 
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administered by WIPO to which Czechoslovakia was party 
continue to be applicable as far as the Czech Republic is con- 
cerned. Those treaties are: the Convention Establishing the 
World Intellectual Property Organization, the Paris Convention 
for the Protection of Industrial Property, the Madrid Agreement 
for the Repression of False or Deceptive Indications of Source 
on Goods, the Madrid Agreement Concerning the International 
Registration of Marks, the Nice Agreement Concerning the 
International Classification of Goods and Services for the Pur- 
poses of the Registration of Marks, the Lisbon Agreement for 
the Protection of Appellations of Origin and their International 
Registration, the Locarno Agreement Establishing an Interna- 
tional Classification for Industrial Designs, the Patent Coopera- 
tion Treaty (PCT), the Strasbourg Agreement Concerning the 
International Patent Classification, the Budapest Treaty on the 
International Recognition of the Deposit of Microorganisms 
for the Purposes of Patent Procedure, the Berne Convention 
for the Protection of Literary and Artistic Works, and the Treaty 
on the International Registration of Audiovisual Works. 


IV. Effects in the Czech Republic of International Applications 
under the Patent Cooperation Treaty (PCT) 


(4)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, nationals and residents 
of the Czech Republic can file international applications, and 
the Czech Republic can be designated and elected in interna- 
tional applications filed, on or after Jan. 1, 1993. 

(b) Rules 32.1 and 32.2 of the Regulations under the PCT 
permit the extension of international applications to the Czech 
Republic. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to the Czech Republic, one has 
to distinguish between 

(i) international applications specifically' designating 
Czechoslovakia which were filed prior to Jan. 1, 1993(see(d), 
below): 

(ii) international applications not specifically! desig- 
nating the Czech Republic—irrespective of the other designa- 
tions they contain—filed between Jan. 1, 1993, and Feb. 21, 
1993 (see (e) to (g) below); 

(iii) international applications specifically' designating 
the Czech Republic filed on or after Jan. 1, 1993 (see (h) 
below). 

(d) As regards any international application whose interna- 
tional filing date is prior to Jan. 1, 1993, and in which Czecho- 
slovakia is specifically designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by the Czech Republic of its declaration 
of continuation, be recognized in the Czech Republic (provided 
that the international application had not lost its effect in 
Czechoslovakia by Dec. 31, 1992). The conditions under which 
any such international application, or any patent resulting there- 
from and granted by the Federal Office for Inventions of 
Czechoslovakia, may continue to have effect in the Czech 
Republic are the following: 

(i) if a patent has been granted by the Federal Office for 
Inventions of Czechoslovakia on the basis of the international 
applications, paragraph (2), above, is applicable; 

(ii) if the applicant has entered the national phase before 
the Federal Office for Inventions of Czechoslovakia but a patent 
for invention has not been granted by the Office without the 
application having been rejected by it, paragraph (2), above, 
is applicable; 

(iii) if the applicant has not entered the national phase 
before the Federal Office for Inventions of Czechoslovakia and 
the time limit for entering the national phase had not expired 
on Dec. 31, 1992, the applicant must, before the expiration of 
the applicable time limit under PCT Article 22 or 39(1), furnish 
to the Industrial Property Office of the Czech Republic a transla- 
tion of the international application into the Czech language 
and pay the prescribed fee. 


‘In this announcement, an international application is regarded as “specifically” 
designating a State either if that State has been designated under Rule 4.9(a) of the 
Regulations under the PCT or if the designation of that State has been confirmed 
under Rule 4.9%c) of those Regulations. 
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(e) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and earlier than 
Feb. 22, 1993,° and in which the Czech Republic is not specifi- 
cally designated, its effects may be extended to the Czech 
Republic (irrespective of the other designations it contains) 
through the performance by the applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
from the International Bureau of WIPO calling his attention 
to the fact that he can, by filing a written request for extension, 
extend the effects of the international application to the Czech 
Republic. The notification wiil, in particular, specify the modes 
of payment of the extension fee of 185 Swiss francs. The 
request for extension must contain the identification of the 
international application by its international application 
number. A form which may be used for the purpose of 
requesting the extension to the Czech Republic will be attached 
to the notification. The request for extension must be in English 
or French, and may be sent by telefax or telex. The request 
for extension and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of three 
months from the date of the notification sent by the International 
Bureau of WIPO; if either the request or the fee is received 
later, the request will be refused. It is recommended that appli- 
cants await the notification from the International Bureau of 
WIPO and use the form attached to it, but requests and payments 
may be made without waiting for the notification from the 
International Bureau of WIPO. 

(g) If the condition described in (e) and (f), above, are 
fulfilled, the Czech Republic will be considered as having been 
designated in the international application on its international 
filing date. For entering the national phase before the Industrial 
Property Office of the Czech Republic, the applicant must 
furnish to that Office a translation of the international applica- 
tion into the Czech language and pay the prescribed fee within 
three months from the date of the request for extension or, if 
it expires later, within the following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Czech Republic is noi elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Czech Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 

(h) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and in which the 
Czech Republic is specifically designated, the applicant, in 
order to enter the national phase before the Industrial Property 
Office of the Czech Republic, must furnish to that Office a 
translation of the international application into the Czech lan- 
guage and pay the prescribed fee to that Office within the 
following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Czech Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Czech Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 


V. Effects in the Czech Republic of International Registrations 
under the Madrid Agreement Concerning the International 
Registration of Marks. 


(5)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, and pursuant to Rule 
38 of the Regulations under the Madrid Agreement, any interna- 
tional registration with a territorial extension to Czechoslovakia 


*With the exception of any international application whose international filing date 
is later than Dec. 31, 1992, and in which the Czech Republic is specifically desig- 
nated: in such a case, the procedure described in (e) to (g) is not applicable, and 
the procedure described in (h) is applicable. 





JANUARY 7, 1997 


effective from a date prior to Jan. 1, 1993, may have effect in 
the Czech Republic subject to the following conditions: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(b) The owner of each and every international registration 
concerned, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
calling his attention to the fact that he can, by filing a written 
request, obtain a continuation of the effect of the international 
registration in the Czech Republic. The notice will contain a 
request form (in French) and specify the modes of payment of 
the fee. The request must contain the identification of the 
international registration concerned by its international registra- 
tion number. The request must be made in English or French, 
and may be sent by telefax or telex. The request and the corres- 
ponding payment must reach the International Bureau of WIPO 
before the expiration of six months from the date of the notice 
sent by the International Bureau of WIPO; if either the request 
or the fee is received later, the request will be refused. Requests 
and payments may be made without waiting for the notice of 
the International Bureau of WIPO. 

(c) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to the 
Czech Republic, have effect as from the effective date of territo- 
rial extension to Czechoslovakia and benefit from any priority 
validly claimed in regard to such extension. 

(d) For each international registration which has no territo- 
rial extension to Czechoslovakia or whose international regis- 
tration date is later than Dec. 31, 1992, protection in the Czech 
Republic can only be obtained by filing, through the interme- 
diary of the national Office of the country of the owner, a 
request for territorial extension under Rule 20 of the Regulations 
under the Madrid Agreement. It is to be noted that requests 
for territorial extension to the Czech Republic are possible at 
present. 


VI. New Applications for Industrial Property Rights 


(6) Applications for industrial property rights filed from 
Jan. 1, 1993, with the Industrial Property Office of the Czech 
Republic have no effect in the Slovak Republic. However, 
unless it is clear that the applicant does not seek protection in 
the Slovak Republic, the Industrial Property Office of the Czech 
Republic will, during a transitory period of a few months, invite 
the applicant to specify, within a time limit which will be fixed 
in the invitation, whether he wants to obtain protection in the 
Czech Republic only or both in the Czech Republic and in the 
Slovak Republic. In the latter case, the Industrial Property 
Office of the Czech Republic will transmit a copy of the applica- 
tion to the Industrial Property Office of the Slovak Republic 
and the filing date of the application with the Industrial Property 
Office of the Czech Republic will be recognized by the Indus- 
trial Property Office of the Slovak Republic. 

(7) Applications requesting protection in the Czech Republic 
must be filed in the Czech language. 


VII. General Provisions 


(8) The fees to be paid to the Industrial Property Office of 
the Czech Republic are of the same amount as the fees which 
were payable to the Office of Czechoslovakia before Jan. 1, 
1993. 

(9) If an applicant does not have his ordinary residence or 
principle place of business in the Czech Republic, he must 
authorize a representative in the Czech Republic, and all appli- 
cations to be filed with the Industrial Property Office of the 
Czech Republic must be filed through the intermediary of such 
a representative. The list of persons who can act as representa- 
tives is available at the Industrial Property Office of the Czech 
Republic. 
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VII. Address of the Industrial Property Office of the Czech 
Republic 


Industrial Property Office of the Czech Republic 
Revolucni ulice 7 

11346 Prague | 

Czech Republic 

Tel.: (2) 28 96 (operator service) 

Fax.: (2) 231 92 30 

Teleprinter: 123 109 FUV 


Announcement on the Protection of Industrial 
Property in the Slovak Republic 


In view of the fact that Czechoslovakia ceased to exist on 
Dec. 31, 1992, and that the Czech Republic and the Slovak 
Republic became independent States on Jan. |, 1993, the situa- 
tion of industrial property protection in the Slovak Republic 
is summarized below. 


I. Legal Basis 


(1) Pending the enactment of new legislation, the respective 
legal acts on the protection of industrial property of Czechoslo- 
vakia remain applicable in the Slovak Republic. 


II. Applications for Industrial Property Rights Filed with the 
Federal Office for Inventions of Czechoslovakia and Industrial 
Property Rights Granted by that Office 


(2) Applications for industrial property rights filed with the 
Federal Office for Inventions of Czechoslovakia and industrial 
property rights granted by that Office maintain their legal effect 
in both the Czech Republic and the Slovak Republic, it being 
understood that the next fees which are to be paid must be 
paid, for protection in both the Czech Republic and the Slovak 
Republic, to both the Industrial Property Office of the Czech 
Republic and the Slovak Republic. 


III. International Treaties 


(3) The Slovak Republic has deposited, with effect on Jan. 
1, 1993, a declaration the effect of which is that all those 
treaties administered by WIPO to which Czechoslovakia was 
party continue to be applicable as far as the Slovak Republic 
is concerned. Those treaties are: the Convention Establishing 
the World Intellectual Property Organization, the Paris Conven- 
tion for the Protection of Industrial Property, the Madrid Agree- 
ment for the Repression of False or Deceptive Indications of 
Source on Goods, the Madrid Agreement Concerning the Inter- 
national Registrations of Marks, the Nice Agreement Con- 
cerning the International Classification of Goods and Services 
for the Purposes of the Registration of Marks, the Lisbon Agree- 
ment for the Protection of Appellations of Origin and their 
International Registration, the Locarno Agreement Establishing 
an International Classification for Industrial Designs, the Patent 
Cooperation Treaty (PCT), the Strasbourg Agreement Con- 
cerning the International Patent Classification, the Budapest 
Treaty on the International Recognition of the Deposit of Micro- 
organisms for ihe Purposes of Patent Procedure, the Berne 
Convention for the Protection of Literary and Artistic Works, 
and the Treaty on the International Registration of Audiovisual 
Works. 


IV. Effects in the Slovak Republic of International Applications 
under the Patent Cooperation Treaty (PCT) 


(4)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, national and residents 
of the Slovak Republic can file international applications, and 
the Slovak Republic can be designated and elected in interna- 
tional applications filed, on or after Jan. 1, 1993. 

(b) Rules 32.1 and 32.2 of the Regulations under the PCT 
permit the extension of international applications to the Slovak 
Republic. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to the Slovak Republic, one 
has to distinguish between 





1194 TMOG 536 
(250) 


(i) international applications specifically' designating 
Czechoslovakia which were filed prior to Jan. 1, 1993 (see (d), 
below); 

(ii) international applications not specifically'desig- 
nating the Slovak Republic—irrespective of the other designa- 
tions they contain—filed between Jan. 1, 1993 and Mar. 6, 
1993 (see (e) to (g), below); 

(iii) international applications specifically’ designating 
the Slovak Republic filed on or after Jan. 1, 1993 (see (h), 
below). 

(d) As regards any international application whose interna- 
tional filing date is prior to Jan. 1, 1993, and in which Czecho- 
slovakia is specifically designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by the Slovak Republic of its declaration 
of continuation, be recognized in the Slovak Republic (provided 
that the international application had not lost its effect in 
Czechoslovakia by Dec. 31, 1992). The conditions under which 
any such international application, or any patent resulting there- 
from and granted by the Federal Office for Inventions of 
Czechoslovakia, may continue to have effect in the Slovak 
Republic are the following: 

(i) if a patent has been granted by the Federal Office for 
Inventions of Czechoslovakia on the basis of the international 
application, paragraph (2), above, is applicable; 

(ii) if the applicant has entered the national phase before 
the Federal Office for Inventions of Czechoslovakia but a patent 
for invention has not been granted by the Office without the 
application having been rejected by it, paragraph (2), above, 
is applicable; 

(iii) if the applicant has not entered the national phase 
before the Federal Office for Inventions of Czechoslovakia and 
the time limit for entering the national phase had not expired 
on Dec. 31, 1992, the applicant must, before the expiration of 
the applicable time limit under PCT Article 22 or 39(1),furnish 
to the Industrial Property Office of the Slovak Republic a 
translation of the international application into the Slovak lan- 
guage and pay the proscribed fee. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and earlier than 
Mar. 7, 1993, * and in which the Slovak Republic is not specifi- 
cally designated, its effects may be extended to the Slovak 
Republic (irrespective of the other designations it contains) 
through the performance of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
from the International Bureau of WIPO calling his attention 
to the fact that he can, by filing a written request for extension, 
extend the effects of the international application to the Slovak 
Republic. The notification will, in particular, specify the modes 
of payment for the extension fee of 185 Swiss francs. The 
request for extension must contain the identification of the 
international application by its international application 
number. A form which may be used for the purpose of 
requesting the extension to the Slovak Republic will be attached 
to the notification. The request for the extension must be in 
English or French, and may be sent by telefax or telex. The 
request for extension and the corresponding payment must 
reach the International Bureau of WIPO before the expiration 
of three months from the date of the notification sent by the 
International Bureau of WIPO;if either the request or the fee 
is received later, the request will be refused. It is recommended 
that applicants await the notification from the International 
Bureau of WIPO and use the form attached to it, but requests 
and payments may be made without waiting for the notification 
from the International Bureau of WIPO. 

(g) If the condition described in (e) and (f), above, are 
fulfilled, the Slovak Republic will be considered as having 
been designated in the international application on its interna- 
tional filing date. For entering the national phase before the 
Industrial Property Office of the Slovak Republic, the applicant 
must furnish to that Office a translation of the international 
application into the Slovak language and pay the proscribed 
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fee within three months from the date of the request for the 
extension or, if it expires later, within the following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Slovak Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Slovak Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 

(h) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and in which the 
Slovak Republic is specifically designated, the applicant, in 
order to enter the national phase before the Industrial Property 
Office of the Slovak Republic, must furnish to that Office 
a translation of the international application into the Slovak 
language and pay the prescribed fee to that Office within the 
following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Slovak Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Slovak Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 


V. Effects in the Slovak Republic of International Registrations 
under the Madrid Agreement Concerning the International 
Registration of Marks 


(5)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, and pursuant to Rule 
38 of the Regulations under the Madrid Agreement, any interna- 
tional registration with a territorial extension to Czechoslovakia 
effective from a date prior to Jan. 1, 1993, mayhave effect in 
the Slovak Republic subject to the following conditions: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(b) The owner of each and every international registration 
concerned, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
calling his attention to the fact that he can, by filing a written 
request, obtain a continuation of the effect of the international 
registration in the Slovak Republic. The notice will contain a 
request form (in French) and specify the modes of payment of 
the fee. The request must contain the identification of the 
international registration concerned by its international registra- 
tion number. The request must be made in English or French, 
and may be sent by telefax or telex. The request and the corres- 
ponding payment must reach the International Bureau of WIPO 
before the expiration of six months from the date of the notice 
sent by the International Bureau of WIPO; if either the request 
or the fee is received later, the request will be refused. Requests 
and payments may be made without waiting for the notice of 
the International Bureau of WIPO. 

(c) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to the 
Slovak Republic, have effect as from the effective date of the 
territorial extension to Czechoslovakia and benefit from any 
priority validly claimec in regard to such extension. 

(d) For each international registration which has no territo- 
rial extension to Czechoslovakia or whose international regis- 
tration date is later than Dec. 31, 1992, protection in the Slovak 
Republic can only be obtained by filing, through the interme- 
diary of the national Office of the country of the owner, a 
request for territorial extension under Rule 20 of the Regulations 
under the Madrid Agreement. It is to be noted that requests 
for territorial extension to the Slovak Republic are possible at 
present. 


VI. New Applications for Industrial Property Rights 


(6) From Jan. 1, 1993, it is possible to file applications for 
industrial property rights with the Industrial Property Office 
of the Slovak Republic. Applications filed with the Industrial 
Property Office of the Czech Republic have no effect in the 
Slovak Republic. However, the following procedure will apply, 
during a transitory period of a few months, to applications filed 
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with the Industrial Property Office of the Czech Republic: 
unless it is clear that the applicant does not seek protection in 
the Slovak Republic, the Industrial Property Office of the Czech 
office will invite the applicant to specify, within a time limit 
which will be fixed in the invitation, whether he wants to obtain 
protection in the Czech Republic only or both in the Czech 
Republic and the Slovak Republic. In the latter case, the Indus- 
trial Property Office of the Czech Republic will transmit a 
copy of the application to the Industrial Property Office of the 
Slovak Republic and the filing date of the application with 
the Industrial Property Office of the Czech Republic will be 
recognized by the Industrial Property Office of the Slovak 
Republic. 

(7) Applications requesting protection in the Slovak Republic 
must be filed in the Slovak language. 


VII General Provisions 


(8) The fees to be paid to the Industrial Property Office of the 
Slovak Republic are of the same amount as the fees whichwere 
payable to the Office of Czechoslovakia before Jan. 1, 1993. 

(9) If an applicant does not have his ordinary residence or 
principal place of business in the Slovak Republic, he must 
authorize a representative in the Slovak Republic, and all appli- 
cations to be filed with the Industrial Property Office of the 
Slovak Republic must be filed through the intermediary of such 
a representative. The list of persons who can act as representa- 
tives is available at the Industrial Property Office of the Slovak 
Republic. 


VIII. Address of the Industrial Property Office of the Slovak 
Republic 


Industrial Property Office of the Slovak Republic 
Nam. Slobody 29 

81312 Bratislava 

Slovakia 

Tel: (7) 33 00 57 

Fax.: (7) 31 44 61 


DOUGLAS B. COMER 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 


Jan. 28, 1993 
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(251) Regarding Industrial Property 


Protection in Kazakhstan 


The following announcement was furnished by the World 
Intellectual Property Organization of Geneva, Switzerland. 


ANNOUNCEMENT OF THE PROTECTION OF 
INDUSTRIAL PROPERTY IN KAZAKHSTAN 


The situation of industrial property protection in Kazakhstan 
is summarized below. 


I. Legislation 


(1) On Aug. 5, 1992, the Patent Law of Kazakhstan entered 
into force. This Law deals with preliminary patents and patents 
for inventions, preliminary patents and patents for industrial 
designs and patents for utility models. 

(2) The Law on Trade Marks, Service Marks and Appella- 
tions of Origin of Kazakhstan was adopted on Jan. 18, 1993. 
This said Law entered into force on Feb. 23, 1993. 

(3) The National Patent Office of Kazakhstan was established 
on June 23, 1992. It is under the supervision of the Cabinet 
of Ministers. 


II. Membership in Treaties 
(4) The Government of Kazakhstan deposited on Feb. 16, 


1993, a declaration to the effect that the Convention Estab- 
lishing the World Intellectual Property Organization, the Paris 
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Convention for the Protection of Industrial Property, the Madrid 
Agreement Concerning the International Registration of Marks 
and the Patent Cooperation Treaty continue to be applicable 
to Kazakhstan. 


III. Applications for Industrial Property Rights Filed with 
the National Patent Office of Kazakhstan 


(5) Applications for the grant of patents for inventions, 
patents for industrial designs and patents for utility models and 
applications for the registration of marks and appellations of 
origin have been able to be filed with the National Patent Office 
of Kazakhstan since Aug. 27, 1992. 


IV. Industrial Property Rights Granted by the Patent Office 
of the Soviet Union 


(6) A patent for invention or inventor’s certificate, an indus- 
trial design patent or industrial design certificate, or a trademark 
certificate, which was issued by the Patent Office of the Soviet 
Union may be registered by the National Patent Office of 
Kazakhstan at the request of the owner. Upon registration, such 
industrial property rights will be considered as having the same 
effects as a patent for invention, industrial design patent or 
trademark certificate issued by the National Patent Office of 
Kazakhstan. The duration is 20 years from the filing date of 
the application in the case of a patent for invention, 10 years 
from the filing date of the application in the case of an industrial 
design patent with the right to extend registration in the case 
of a trademark certificate. The filing date and any Dec. 1, 1993, 
in the case of inventions and industrial designs, and before 
Nov. 1, 1993, in the case of trademarks. It must be accompanied 
by the original or a copy, certified by a notary or any other 
competent authority, of the patent or certificate issued by the 
Patent Office of the Soviet Union and evidence that the pre- 
scribed fees have been paid to the National Patent Office of 
Kazakhstan. 


V. Applications for Industrial Property Rights Filed with 
the Patent Office of the Soviet Union or with the Patent 
Office of the Russian Federation Before Oct. 14, 1992 


(7) The applicant of an application for a patent for invention 
or an inventor’s certificate, for an industrial design patent or 
an industrial design certificate or for a trademark certificate 
which had been filed with the Patent Office of the Soviet Union 
or with the Patent Office of the Russian Federation before Oct. 
14, 1992, may request the National Patent Office of Kazakhstan 
before Dec. 1, 1993, in the case of an application for a patent 
for invention or an inventor’s certificate, or for an industrial 
design patent or certificate, and before Nov. 1, 1993, in the 
case of an application for a trademark certificate, that the said 
application be further processed according to the Kazakh legis- 
lation. The request for further processing by the National Patent 
Office of Kazakhstan must be accompanied by a copy of the 
said application, including a copy of the request part of the 
said application showing the filing date as sent back to the 
applicant by the Patent Office of the Soviet Union or by the 
Patent Office of the Russian Federation, by a declaration that 
the said application is, to the best knowledge of the applicant, 
still pending before the Patent Office of the Russian Federation, 
and by an application filed according to the Kazakh legislation. 

(8) If the applicant has received from the Patent Office of 
the Soviet Union or from the Patent Office of the Russian 
Federation in respect of an application filed before Oct. 14, 
1992, a decision on grant of protection, the request needs only 
to be accompanied by a copy, certified by a notary or any other 
competent authority, of the said decision, as well as, in the 
case of inventions, by the description, any drawings and the 
claims on which the decision is based and an abstract of the 
invention or, in the case of industrial designs, by five photo- 
graphs, one of which must be certified by a notary or any other 
competent authority, and any drawings. The filing date and 
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any priority date of the application filed with the Patent Office 
of the Soviet Union or the Patent Office of the Russian Federa- 
tion will be maintained. 


VI. Effects in Kazakhstan of International Applications 
under the Patent Cooperation Treaty (PCT) 


(9) (a) On Feb. 16, 1993, Kazakhstan deposited a declaration 
of continuation the effect of which is that the Patent Cooperation 
Treaty (PCT) is applied by Kazakhstan. Nationals and residents 
of Kazakhstan can therefore file international applications, and 
Kazakhstan can be designated and elected in international appli- 
cations filed, from the date. 

(b) On Sept. 29, 1992, the Assembly of the PCT Union 
adopted, with effect on Oct. 1, 1992, new Rules 32.1 and 32.2 
of the Regulations under the PCT, concerning the extension 
of international applications to certain successor States. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to Kazakhstan, one has to distin- 
guish between: 

(i) international applications designating the Soviet 
Union which were filed before Dec. 25, 1991 (see (d), below); 

(ii) international applications—irrespective of the desig- 
nations they contain—which were filed between Dec. 25, 1991, 
and Apr. 16, 1993 (see (e) to (g), below); 

(iii) international applications specifically* designating 
Kazakhstan filed on or after Feb. 16, 1993 (see (h), below). 

(d) As regards any international application whose interna- 
tional filing date is before Dec. 25, 1991, and in which the 
Soviet Union has been designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by Kazakhstan of its declaration of 
continuation, be recognized in Kazakhstan. The conditions 
under which any such international application, or any patent 
or inventor's certificate resulting therefrom and granted by the 
Patent Office of the Soviet Union or by the Patent Office of 
the Russian Federation, may continue to have effect in Kazakh- 
stan are the following: 

(i) if a patent for invention or an inventor's certificate 
has been granted by the Patent Office of the Soviet Union or 
by the Patent Office of the Russian Federation on the basis of 
international application, the conditions referred to in paragraph 
(6) above, are applicable; 

(ii) if the applicant has entered the national phase before 
the Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation but a patent for invention or an inventor's 
certificate has not been granted by any of those Offices, the 
conditions referred to in paragraph (7), above, are applicable, 
provided that the applicant must, before Dec. !, 1993, file with 
the National Patent Office of Kazakhstan a request that the 
international application be further processed according to the 
Kazakh legislation; the request must be accompanied by a 
copy of the Russian translation of the international application 
submitted to the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and a declaration that the 
application is still pending before the Patent Office of the 
Russian Federation; however where a decision to grant a patent 
has issued, only the requirements referred to in paragraph (8), 
above, apply; 

(ii) if the applicant has not entered the national phase 
before the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and the time limit for entering 
the national phase had not expired on Dec. 24, 1991, the appli- 
cant must, before Dec. 1, 1993, or, if Kazakhstan is elected 
under Chapter II of the PCT within 19 months from the priority 
date, before Dec. 1, 1993, or the expiration of 31 months from 
the priority date whichever is later, furnish to the National 
Patent Office of Kazakhstan a translation of the international 
application into Kazakh or Russian and evidence that the pre- 
scribed fee (see paragraph (12), below) has been paid to the 
latter Office. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 24, 1991, and earlier than 


*in this announcement, an international application is regarded as “specifically~ 
designating Kazakhstan either if Kazakhstan has been designated under Rule 4.9%a) 
of the Regulations under the PCT or if the designation of Kazakhstan has been 
confirmed under Rule 4.9(c) of those Regulations. 
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Apr. 17, 1993,** its effect may be extended to Kazakhstan 
(irrespective of the designations it contains) through the perfor- 
mance by the applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application to in (e), above, or his agent or common representa- 
tive if there is one, will receive a written notification form the 
International Bureau of WIPO calling his attention to the fact 
that he can, by filing a written request for extension, extend 
the effects of the international application to Kazakhstan. The 
notification will, in particular, specify the modes of payment 
of the extension fee of 185 Swiss francs. The request for exten- 
sion must contain the identification of the international applica- 
tion by its international application number. A form which 
may be issued for the purpose of requesting the extension to 
Kazakhstan will be attached to the notification. The request 
for extension must be English or French, and may be sent be 
telefax or telex. The request for extension and the corresponding 
payment must reach the International Bureau of WIPO before 
the expiration of three months from the date of the notification 
sent by the International Bureau of WIPO; if either the request 
or the fee is received later, the request will be refused. It is 
recommended that applicants await the notification from the 
International Bureau of WIPO and use the form attached to it, 
but requests and payments may be made without waiting for 
the notification from the International Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are 
fulfilled, Kazakhstan will be considered as having been desig- 
nated in the international application on its international filing 
date. For entering the national phase before the National Patent 
Office of Kazakhstan, the applicant must furnish, within the 
following time limit, to that Office both a translation of the 
international application into Kazakh or Russian and evidence 
that the prescribed fee (see paragraph (12), below) was paid: 

(i) before Dec. 1, 1993, or the expiration of 21 months 
from the priority date, whichever is later, if Kazakhstan is not 
elected under Chapter II of the PCT before the expiration of 
19 months from the priority date and item (iii) does not apply; 

(ii) before Dec. 1, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if Kazakhstan is 
elected under Chapter II of the PCT before the expiration of 
19 months from the priority date; 

(iii) before Dec. 1, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if a request for exten- 
sion to Kazakhstan is made after, but the demand was made 
before, the expiration of 19 months from the priority date, and 
a later election of Kazakhstan is made together with the request 
for extension or within three months from the date of the request 
for extension. 

(h) As regards any international application whose interna- 
tional filing date is on or after Feb. 16, 1993, and in which 
Kazakhstan is specifically designated, the applicant, in order 
to enter the national phase before the National Patent Office 
of Kazakhstan, must furnish, within the following time limit, 
to that Office both a translation of the international application 
into Kazakh or Russian and evidence that the prescribed fee 
(see paragraph (12), below) has been paid to the said Office: 

(i) before the expiration of 21 months from the priority 
date if Kazakhstan is not elected under Chapter II of the PCT 
with 19 months from the priority date; 

(ii) before the expiration of 31 months from the priority 
date if Kazakhstan is elected under Chapter II of the PCT 
within 19 months from the Priority date. 


VIL. Effects in Kazakhstan of International Registrations 
under the Madrid Agreement Concerning the International 
Registration of Marks 


**With the exception of any such international application international filing date 
is on or after Feb. 16, 1993, and in which Kazakhstan is specifically designated:in 
such a case, the procedure described in (¢) to (g) is not applicable, and the procedure 
described in (h) applies. It should be noted that Kazakhstan cab be specifically 
designated only in those international applications filed on or after Feb. 16, 1993. 
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(10) (a) On Feb. 16, 1993, Kazakhstan deposited a declaration 
of continuation the effect of which is that the Madrid Agreement 
Concerning the International Registration of Marks is applied 
by Kazakhstan. 

(b) on Sept. 29, 1992, the Assembly of the Madrid Union 
adopted, with effect on Oct. 1, 1992, a new Rule 38 in Regula- 
tions under the Madrid Agreement, concerning the effect of 
international registrations in certain successor States. 

(c) Pursuant to the deposit of the declaration of continua- 
tion and to the decision of the Assembly, certain international 
registrations may have effect in Kazakhstan subject to the condi- 
tions described below. Those international registrations are 
those which have territorial extensions to the Soviet Union 
effective from a date prior to Dec. 25, 1991. 

(d) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(e) The owner of each and every international registration 
concerned, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
calling his attention to the fact that he can, by filing a written 
request, obtain the continuation of the effect of the international 
registration in Kazakhstan. The notice will, in particular, specify 
the modes of payment of the fee. The request must contain the 
identification of the international registration concerned by its 
international registration number. A form (in French) will be 
attached to the notice and may be used. The request must be 
in English or French, and may be sent by telefax or telex. 
The request and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of six 
months from the date of the notice sent by the International 
Bureau of WIPO; if either the request or the fee is received 
later, the request will be refused. Requests and payments may 
be made without waiting for the notice of the International 
Bureau of WIPO. 

(f) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to Kazak- 
hstan, have effect as from the effective date of the territorial 
extension to the Soviet Union and benefit from any priority 
validly claimed in regard such extension. 

(g) For each international registration which has territorial 
extension to the Russian Federation effective from a date prior 
to Apr. 17, 1993, the owner may request the National Patent 
Office of Kazakhstan before Nov. 1, 1993, that the said registra- 
tion be processed as an application under the Kazakh legislation. 
The request must be accompanied by an extract from the Inter- 
national Register established by the International Bureau of 
WIPO, by a declaration that, to the best knowledge of the 
owner, the international registration still has effect in the Rus- 
sian Federation, and by an application filed according to the 
Kazakh legislation. 

(h) For each international registration not covered by (c) 
or (g), above, namely, for each international registration which 
has no territorial extension to the Soviet Union or to the Russian 
Federation or whose international registration date is later than 
Apr. 16, 1993, protection in Kazakhstan can only be obtained 
by filing, through the intermediary of the national Office of 
the country of the owner, a request for territorial extension 
under Rule 20 of the Regulations under the Madrid Agreement. 
It is noted that requests for territorial extension to Kazakhstan 
are possible at present. 


VIII. Procedural Provisions 


(11) If an applicant does not have his ordinary residence or 
principal place in business in Kazakhstan, he must authorize 
a representative in Kazakhstan, and all requests, applications 
and other documents must be filed through the intermediary 
of such a representative. 

(12) The list of the persons who can act as representatives 
and the official fees applicable to the procedures referred to 
under paragraphs (5), (6), (7), (8), (9) and (10)(g) are available 
from the National Patent Office of Kazakhstan. 
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(13) The request part of any application referred to under 
paragraph (5), above, any request referred to under paragraphs 
(6), (7), (9)(d)(ii) and (10)(g), above, and any declaration 
referred to under paragraphs (7), (9)(d)(ii) and (10)(g), above, 
must be filed in Kazakh or Russian. Other parts of any applica- 
tion referred to under paragraph (5), above, may be presented 
in other languages, provided that a translation into Kazakh or 
Russian is presented within two months from the filing date. 

(14) If an applicant, due to circumstances beyond his control, 
was unable to observe a time limit applicable under paragraph 
(6), (7), (9)(d), 10(g) or (13), above, the time limit may, upon 
request, be extended by two months by the National Patent 
Office of Kazakhstan. 


IX. Address of the National patent Office of Kazakhstan 


National Patent Office 
Ablai-khan avenue 93/95 
480091 Alma-Ata 
Kazakhstan 

Telex: (064) 251244 orlan su 


MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 


June 11, 1993 
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(252) Regarding Industrial Property 


Protection in Belarus 


The following announcement was furnished by the World 
Intellectual Property Organization of Geneva, Switzerland. 


ANNOUNCEMENT OF THE PROTECTION OF 
INDUSTRIAL PROPERTY IN BELARUS 


The situation of industrial property protection in Belarus is 
summarized below. 


I. Legislation 


(1) On Feb. 5, 1993, the Law on Patents for Inventions, 
the Law on Patents for Industrial Designs and the Law on 
Trademarks and Service Marks of Belarus and the respective 
Parliamentary Decrees putting the said laws into effect were 
adopted and entered into force. 


II. Membership in Treaties 


(2) The Government of Belarus deposited on Apr. 14, 1993, 
a declaration to the effect that the Paris Convention for the 
Protection of Industrial Property, the Madrid Agreement Con- 
cerning the International Registration of Marks and the Patent 
Cooperation Treaty continue to be applicable to Belarus. 
Belarus was already party to the Convention Establishing the 
World Intellectual Property Organization. 


III. Industrial Property Rights Granted by the Patent Office 
of the Soviet Union 


(3) A patent for invention, an industrial design patent or 
trademark certificate, which was issued by the Patent Office 
of the Soviet Union may be registered by the State Patent 
Office of Belarus at the request of the owner. Upon registration, 
such industrial property rights will be considered as having the 
same effects as a patent for invention, industrial design patent 
or trademark certificate issued by the State Patent Office of 
Belarus. The duration is 20 years from the filing date of the 
application with the patent Office of the Soviet Union in the 
case of a patent for invention, 15 years from the filing date of 
the application with the Patent Office of the Soviet Union in 
the case of an industrial design patent, and 10 years from the 
filing date of the request for registration by the State Patent 
Office of Belarus in the case of a trademark certificate, the 
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latter request to be filed before the expiry of the 10-year term 
from the filing date of the application with the Patent Office 
of the Soviet Union. The filing date and any priority date of 
the application with the Patent Office of the Soviet Union will 
be maintained. 

(4) As regards inventors’ certificates and industrial design 
certificates granted by the Patent Office of the Soviet Union 
in relation to which a 20-year term in the case of inventions, 
or a 15-year term in the case of industrial designs, both counted 
from the filing date of the application, has not expired, the 
State Patent Office of Belarus will grant for the remaining term 
a Belarusian patent for invention or industrial design patent 
upon the joint request of the applicant and the inventor (inven- 
tors). Failing the agreement between the applicant and the 
inventor (inventors), no patent will be granted. 

(5) The request for registration by the State Patent Office 
of Belarus must be filed before Feb. 5, 1994, in the case of 
inventions and industrial designs, and before Oct. 5, 1993, in 
the case of trademarks. It must be accompanied by.the original 
or a copy, certified by a the patent owner, or the applicant, or 
the patent attorney, of the patent or certificate issued by the 
Patent Office of the Soviet Union, and also by a copy of the 
document attesting that the fee for the preceding term has been 
paid. 

(6) Any inventor's certificate which is not exchanged for a 
patent for invention will enjoy the legal status which had been 
applicable to the invention in question in the Soviet Union 
before July 1, 1991. 


IV. Applications for Industrial Property Rights Filed with 
the Patent Office of the Soviet Union or with the Patent 
Office of the Russian Federation Before Feb. 5, 1993 


(7) The applicant of an application for a patent for invention 
or an inventor's certificate, or of an application for an industrial 
design patent or an industrial design certificate which had been 
filed with the Patent Office of the Soviet Union or with the 
Patent Office of the Russian Federation before Feb. 5, 1993, 
and in respect of which a decision to grant has been taken, 
may request the State Patent Office of Belarus to issue a Belaru- 
sian patent for invention or industrial design patent. The request 
must be filed before Aug. 5, 1993. 

(8) The applicant.of an application for a patent for invention 
or an inventor's certificate, of an application for an industrial 
design patent or an industrial design certificate, or of an applica- 
tion for a trademark certificate, which had been filed with the 
Patent Office of the Soviet Union or with the Patent Office of 
the Russian Federation before Feb. 5, 1993, and the processing 
of which has not been completed and in respect of which patents 
or certificates have not been granted, may request the State 
Patent Office of Belarus before Aug. 5, 1993, that the said 
application be further processed according to the Belarusian 
legislation and that the priority date of the said application be 
maintained, provided that the request is filed before the expiry 
of 27 months from the filing date of the first application in the 
case of inventions, and before the expiry of 21 months from 
the filing date of the first application in the case of industrial 
designs and trademarks. 


V. Applications for Industrial Property Rights Filed, Before 
Apr. 14, 1993, with the Industrial Property Offices of States 
Party to the Paris Convention for the Protection of Indus- 


trial Property 


(9) The State Patent Office of Belarus will recognize the 
priority date of the first application filed in a State party to the 
Paris Convention, provided that, in the case of inventions, the 
request for the grant of a Belarusian patent based on the said 
application is filed with the State Patent Office of Belarus 
before the expiry of 27 months from the filing date of the first 
application or, in the case of industrial designs and trademarks, 
the request for the grant of a Belarusian industrial design patent, 
or for the grant of a Belarusian trademark certificate, based on 
said applicationyis filed with the State Patent Office.of Belarus 
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before the expiry of 21 months from the filing date of the first 
application. 


VI. Effects in Belarus of International Applications under 
the Patent Cooperation Treaty (PCT) 


(10) (a) As mentioned in paragraph (2), above, on Apr. 14, 
1993, Belarus deposited a declaration of continuation, the effect 
of which is that the Patent Cooperation Treaty (PCT) is applied 
by Belarus. Nationals and residents of Belarus can therefore 
file international applications, and Belarus can be designated 
and elected in international applications filed, from that date. 

(b) Rules 32.1 and 32.2 of the Regulations under the 
PCT, allow the extension of international applications to certain 
successor States. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to Belarus, one has to distin- 
guish between: 

(i) international applications designated the Soviet 
Union which were filed before Dec. 25, 1991 (see (d), below); 

(ii) international applications-irrespective. of.the desig- 
nations they contain-which were filed between Dec. 25, 1991, 
and June 22, 1993 (see (e) to (g), below); 

(iii) international applications specifically* designated 
Belarus filed on or after Apr. 14, 1993 (see (h), below). 

(d) As regards any international application whose interna- 
tional filing date is before Dec. 25, 1991, and in which the 
Soviet Union has been designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by Belarus of its declaration of continua- 
tion, be recognized in Belarus. The conditions under which 
any such international application, or any patent or inventor's 
certificate resulting therefrom and granted by the Patent Office 
of the Soviet Union or by the Patent Office of the Russian 
Federation, may continue to have effect in Belarus are the 
following: 

(i) if a patent for invention or an inventor’s certificate 
has been granted by the Patent Office of the Soviet Union or 
by the Patent Office of the Russian Federation on the basis of 
international application, the conditions referred to in paragraph 
(3) to (6) above, are applicable; 

(ii) if the applicant has entered the national phase before 
the Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation but a patent for invention or an inventor's 
certificate has not been granted by either of those Offices, the 
conditions referred to in paragraphs (7) and (8), above, are 
applicable, provided that the applicant, before Aug. 5, 1993, 
files with the State Patent Office of Belarus a request that the 
international application be further processed according to the 
Belarusian legislation; the request must be accompanied by a 
copy of the Russian translation of the international application 
submitted to the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and a declaration that the 
application is still pending before the Patent Office of the 
Russian Federation, except where a decision to grant a patent 
has been made, in which case only the requirements referred 
to in paragraph (7), above, apply; 

(iii) if the applicant has not entered the national phase 
before the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and the time limit for entering 
the national phase had not expired on Dec. 24, 1991, the appli- 
cant must furnish to the State Patent Office of Belarus,within 
the following time limit, a translation of the international appli- 
cation into Belarusian or Russian and evidence that the pre- 
scribed fee (see paragraph (13), below) has been paid to the 
latter Office. 

—before Aug. 5, 1993, or before the expiration of 21 
months from the priority date, whichever is later, if Belarus is 
not elected under Chapter II of the PCT within 19 months from 
the priority date; 

—before Aug. 5, 1993, or before the expiration of 31 
months from the priority date, whichever is later, if Belarus is 


*In this announcement, an international application is regarded as “specifically” 
designating Belarus either if Belarus has been designated under Rule 4.9(a) of the 
Regulations under the PCT or if the designation of Belarus has been confirmed 
under Rule 4.9%c) of those Regulations. 
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elected under Chapter II of the PCT within 19 months from 
the priority date. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 24, 1991, and not later 
than June 22, 1993,** its effect may be extended to Belarus 
(irrespective of the designations it contains) through the perfor- 
mance by the applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable only in Swiss francs. 

(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
form the International Bureau of WIPO drawing his attention 
to the fact that he can, by filing a written request for extension, 
extend the effects of the international application to Belarus. 
The notification will, in particular, specify the modes of pay- 
ment of the extension fee of 185 Swiss francs. The request for 
extension must contain the identification of the applicant's 
international application by its international application 
number. A form which may be issued for the purpose of 
requesting the extension to Belarus will be attached to the 
notification. The request for extension must be in English or 
French, and may be sent by telefax or telex. The request for 
extension and the corresponding payment must reach the Inter- 
national Bureau of WIPO before the expiration of three months 
from the date of the notification sent by the International Bureau 
of WIPO; if either the request or the fee is received later, the 
request will be refused. It is recommended that applicants await 
the notification from the International Bureau of WIPO and 
use the form attached to it, but requests and payments may be 
made prior to receipt of the notification from the International 
Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are 
fulfilled, Belarus will be considered as having been designated 
in the international application on its international filing date. 
In order to enter the national phase before the State Patent 
Office of Belarus, the applicant must furnish to that Office, 
within the following time limit, both a translation of the interna- 
tional application into Belarusian or Russian and evidence that 
the prescribed fee (see paragraph (13), below) has been paid: 

(i) before Aug. 5, 1993, or before the expiration of 21 
months from the priority date, whichever is later, if Belarus is 
not elected under Chapter II of the PCT within 19 months from 
the priority date and item (iii) does not apply; 

(ii) before Aug. 5, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if Belarus is elected 
under Chapter II of the PCT within 19 months from the priority 
date; 

(iii) before Aug. 5, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if a request for exten- 
sion to Belarus is made after, but the demand for international 
preliminary examination was made before, the expiration of 
19 months from the priority date, and a later election of Belarus 
is made together with the request for extension or within three 
months from the date of the request for extension. 

(h) As regards any international application whose Interna- 
tional filing date is on or after Apr. 14, 1993, and in which 
Belarus is specifically designated, the applicant, in order to 
enter the national phase before the State Patent Office of 
Belarus, must furnish to that Office, within the following time 
limit, both a translation of the international application into 
Belarusian or Russian and evidence that the prescribed fee (see 
paragraph (13), below) has been paid to the said Office: 

(i) before the expiration of 21 months from the priority 
date if Belarus is not elected under Chapter II of the PCT with 
19 months from the priority date; 

(ii) before the expiration of 31 months from the priority 
date if Belarus is elected under Chapter II of the PCT within 
19 months from the Priority date. 


**With the exception of any such international application whose international filing 
date is on or after Apr. 14. 1993, and in which Belarus is specifically designated: in 
such a case, the procedure described in (e) to (g) is not applicable, and the procedure 
described in (h) applies. It should be noted that Belarus can be specifically designated 
only in those international applications filed on or after Apr. 14, 1993. 
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VII. Effects in Belarus of International Registrations under 
the Madrid Agreement Concerning the International Regis- 
tration of Marks 


(11) (a) As mentioned in paragraph (2), above, On Apr. 14, 
1993, Belarus deposited a declaration of continuation, the effect 
of which was that the Madrid Agreement Concerning the Inter- 
national Registration of Marks is applied by Belarus. 

(b) Pursuant to the deposit of the declaration of continua- 
tion and to Rule 38 of the Regulations under the Madrid Agree- 
ment, certain international registrations may have effect in 
Belarus subject to the conditions described below. The interna- 
tional registrations are those which have a territorial extension 
to the Soviet Union effective from a date prior to Dec. 25, 
1991. 

(c) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(d) The owner of each and every international registration 
concerned, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
drawing his attention to the fact that he can, by filing a written 
request, obtain the continuation of the effect of the international 
registration in Belarus. The notice will, in particular, specify 
the modes of payment of the fee. The request must contain the 
identification of the international registration concerned by its 
international registration number. A form (in French) will be 
attached to the notice and may be used. The request must be 
in English or French, and may be sent by telefax or telex. 
The request and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of six 
months from the date of the notice sent by the International 
Bureau of WIPO; if either the request or the fee is received 
later, the request will be refused. Requests and payments may 
be made upon receipt of the notice of the International Bureau 
of WIPO. 

(e) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to 
Belarus, have effect as of the effective date of the territorial 
extension to the Soviet Union and benefit from any priority 
validly claimed with regard to such extension. 

(f) For each international registration which has a territorial 
extension to the Russian Federation effective as of a date 
between Dec. 25, 1991 and Apr. 14, 1993, the owner may 
request the State Patent Office of Belarus, before Aug. 5, 1993, 
that the said registration be processed as an application under 
the Belarusian legislation. The request must be accompanied 
by an extract from the International Register established by the 
International Bureau of WIPO, by a declaration that, to the 
best knowledge of the owner, the international registration still 
has effect in the Russian Federation, and by an application 
filed according to the Belarusian legislation. 

(g) For each international registration not covered by (b) 
or (f), above, namely, for each international registration which 
has no territorial extension to the Soviet Union or to the Russian 
Federation or whose international registration date is later than 
Apr. 14, 1993, protection in Belarus can only be obtained by 
filing, through the intermediary of the national Office of the 
country of the owner, a request for territorial extension under 
Rule 20 of the Regulations under the Madrid Agreement. It is 
noted that requests for territorial extension to Belarus are pos- 
sible at present. 


VIII. Procedural Provisions 


(12) If an applicant does not have his ordinary residence or 
principal place in business in Belarus, he must authorize a 
representative in Belarus, and all requests, applications and 
other documents must be filed through the intermediary of such 
a representative. 

(13) The official fees applicable to the procedures referred 
to under paragraphs (3), (4), (5), (7), (8) (10) and (11)(f) are 
available from the State Patent Office of Belarus. 
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(14) Any request referred to under paragraphs (3), (4), (5), 
(7), (8), (10)(d){ii) and (11)(f), above, and any declaration 
referred to under paragraphs (10)(d)(ii) and (11)(f), above, must 
be filed in Belarusian or Russian. 


IX. Address of the National Patent Office of Belarus 


State Patent Office of Belarus 
66, pr. Skoriny 

Minsk 220072 

Belarus 

Tel.: (70172) 395 840 

Fax.: (70172) 394 130 


MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 


June 11, 1993 


[1152 TMOG 23] 


(253) Regarding Patent and Trademark Rights 


in the Republic of Lithuania 


The State Patent Bureau of the Republic of Lithuania has 
provided the U.S. Patent and Trademark Office with informa- 
tion regarding the protection of inventions, industrial designs, 
and trademarks in the Republic of Lithuania. 

Following is the unedited text of the SUMMARY OF 
INDUSTRIAL PROPERTY PROTECTION IN LITHUANIA, 
provided in English translation by the Government of Lithuania, 
outlining the status of industrial property protection in Lithuania 
pending enactment of new legislation. 

“The system of industrial property protection in Lithuania 
functioned reasonably well until 1940 (‘Law on Protection 
of Trademarks’ of Jan. 27, 1925, ‘Law on the Protection of 
Inventions and Improvements’ of May 14, 1928, ‘Law on the 
Protection of Industrial Models and Designs’). 

* Since 1940 industrial property protection in Lithuania had 
been based on legal acts of the Soviet Union. 

¢ After Lithuania has declared it’s independence it started 
establishing an independent national industrial property legisla- 
tion. On Apr. 12, 1991, the Government of the Republic of 
Lithuania established the Lithuanian Patent Office, which is 
functioning under the name of the State Patent Bureau. On 
Dec. 1, 1991, the State Patent Bureau has proceeded the registra- 
tion of Company Names of the Republic of Lithuania under 
the Regulations of Company Names. 

Since Apr. 30, 1992 the Republic of Lithuania is a member 
of the World Intellectual Property Organization (WIPO). 
¢ In order to ensure legal protection of industrial property 
(inventions, industrial designs and trademarks), rights of inven- 
tors, patent owners and investors on May 20, 1992 the Govern- 
ment of the Republic of Lithuania adopted a Decree No 362 
on provisional measures until the laws of the Republic of Lithu- 
ania on inventions, industrial designs and trademarks are 
adopted. The contents of the provisional measures and their 
main consequences are summarized below. 


INDUSTRIAL PROPERTY RIGHTS GRANTED BY THE 
PATENT OFFICE OF THE FORMER SOVIET UNION 


1. Valid patents for inventions, as well as valid inventor's 
certificates, granted by the Patent Office of the former Soviet 
Union on the basis of applications filed beginning with Jan. |, 
1978, shall be registered as patents of the Republic of Lithuania 
for a period not longer than 15 years from the date of filing 
an application, provided that the inventor together with the 
applicant or the patent owner files a request to that effect with 
the State Patent Bureau no later than Sept. 30, 1993 and pays 
the prescribed State fee. Failing such a request. the patent or 
inventor's certificate will not have any effect in the Republic 
of Lithuania. 

2. Industrial design for which valid industrial design patent or 
industrial design certificates granted by the Patent Office of 
the former Soviet Union on the basis of applications filed 
beginning with Jan. 1, 1983 shall be registered as industrial 
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designs in the Republic of Lithuania for a period of 5 years 
with a possibility of renewing the registration for 5 consecutive 
years but not longer than for a period of 10 years from the 
date of filing an application provided that the creator of the 
industrial design together with the applicant or the patent owner 
files a request to that effect with the State Patent Bureau not 
later than Sept. 30, 1993 and pays the prescribed State fee. 
Failing such a request, the industrial design patent or certificate 
shall not have any effect in Lithuania. 

3. A patent or industrial design, which has been registered 
under paragraph | or 2 above, will have no effect against any 
person who in the Republic of Lithuania, prior to the date of 
the request for registration was using the invention or industrial 
design protected by inventor’s certificate or certificate or was 
making effective and serious preparation for such use. 

4. Trademarks for which valid trademark certificates were 
granted by the Patent Office of the former Soviet Union shall 
be registered as trademarks in the Republic of Lithuania for a 
period of 10 years, provided that the owner of the trademark 
certificate files a request to that effect with the State Patent 
Bureau not later than Sept. 30, 1993 and pays the prescribed 
State fee. The same applies to international trademark registra- 
tion effected under Madrid Agreement concerning the Interna- 
tional Registration of Marks, for which valid trademark 
certificates had the territorial extension to the Former Soviet 
Union. Failing such a request, the trademark certificate will 
not have any effect in the Republic of Lithuania. 

5. Priority rights may be claimed from May 20, 1992 onwards, 
but not later than Apr. 30, 1993, on the basis of previous 
patents, industrial design and trademark applications filed with 
the Patent Office of the former Soviet Union after Jan. 1, 1990, 
and which were pending on Jan. 31, 1992. Such priority rights 
are governed by the provisions of Article 4 of the Paris Conven- 
tion for the Protection of Industrial Property. 

6. Information regarding patents for inventions and industrial 
designs and trademark certificates shall be published in the 
OFFICIAL GAZETTE of the State Patent Bureau of the 
Republic of Lithuania. 


NEW APPLICATIONS FOR INDUSTRIAL PROPERTY 
RIGHTS FILED WITH THE STATE PATENT BUREAU OF 
THE REPUBLIC OF LITHUANIA 


7. Pending the enactment of industrial property legislation in 
Lithuania, it is possible to file patent applications and applica- 
tions for the registration of industrial designs and of trademarks 
with the State Patent Bureau on the basis of legal acts of the 
Republic of Lithuania. 

Foreign natural and legal persons, having their ordinary resi- 
dence or principle place of business outside Lithuania, shall 
file requests and applications only through a patent attorney, 
registered in the Register of patent attorneys of the Republic 
of Lithuania. 

Copies of the list of fees of the State Patent Bureau of the 
Republic of Lithuania and of the list of registered patent attor- 
neys are available from Box 4, U.S. Patent and Trademark 
Office, Washington, D.C. 20231 


MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 


July 7. 1993 


{1153 TMOG 4] 


(254) Regarding Industrial Property Rights 


in the Republic of Slovenia 


The Industrial Property Protection Office of the Republic of 
Slovenia has provided the U.S. Patent and Trademark Office 
(USPTO) with a consolidated text, in English, of the Law on 
Industrial Property of the Republic of Slovenia which regulates 
the grant and protection of patents, model rights and design 
rights, trademarks and service marks, and appellations of origin. 
In addition, the Industrial Property Protection Office has noti- 
fied the USPTO that it has entered into an “extension agree- 
ment” with the European Patent Organisation that will enter into 
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force in January 1994. After entry into force of the agreement, it 
will be possible to obtain patent protection in Slovenia through 
obtaining a European patent. The Republic of Slovenia also 
plans to ratify the Patent Cooperation Treaty administered by 
the World Intellectual Property Organization. 

A copy of the consolidated text of the Slovenian industrial 
property law can be obtained by writing to the U.S. Patent and 
Trademark Office, Box 4, Washington, D.C. 20231. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1154 TMOG 39] 


(255) Regarding Industrial Property 


Rights In The Republic Of Croatia 


The State Patent Office of the Republic of Croatia has pro- 
vided the U.S. Patent and Trademark Office with information 
regarding the protection of inventions, industrial designs, and 
trademarks and appellations of origin in the Republic of Croatia. 


Following is the unedited text of the document provided in 
English translation by the Government of Croatia, outlining 
the status of industrial property protection. 


“I. INTELLECTUAL PROPERTY IN THE REPUBLIC OF 
CROATIA 


MEMBERSHIP IN INTERNATIONAL ORGANIZATIONS, 
CONVENTIONS AND TREATIES 


The Republic of Croatia is a party to the following conven- 
tions: 
*the Convention Establishing the World Intellectual Property 
Organization; 
¢ the Paris Convention for the Protection of Industrial Property; 
¢ the Madrid Agreement Concerning the International Registra- 
tion of Marks; 
*the Nice Agreement Concerning the International Classifica- 
tion of Goods and Services for the Purposes of the Registration 
of Marks; 
*the Locarno Agreement Establishing an International Classifi- 
cation for Industrial Designs; 
ethe BERNE Convention for the Protection of Literary and 
Artistic Works based on the notifications confirmed by the 
Director General of the World Intellecutal Property Organiza- 
tion, in his letter of 29, July, 1992, considered to be effective 
from 8, October, 1991, the date of indepandance declaration 
of the Republic of Croatia. 

This fact grants the continuity of membership of the Republic 
of Croatia in the aforementioned conventions, starting from the 
found state of former Socialist Federal Republic of Yugoslavia. 


Il. INDUSTRIAL PROPERTY IN THE REPUBLIC OF 
CROATIA 


1. MAIN FEATURES OF INDUSTRIAL PROPERTY LAW 
IN THE REPUBLIC OF CROATIA 


Industrial Property Law comprises: 
*patents; 

designs; 

*trademarks and service marks; 
*appellations of origin. 

According to this Law, which is basically in accordance with 
the aforementioned conventions and arrangements, the validity 
of patent is 20 years, and the validity of designs and marks 10 
years upon the submission of the patent application. The validity 
of marks can be renewed without limitations. Foreign legal 
and physical persons are obliged to protect their industrial 
property rights in the Republic of Croatia by means of an 
authorized representative, either a Croatian citizen or a local 
legal entity. 
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3. INDUSTRIAL PROPERTY IN THE REPUBLIC OF 
CROATIA-PROSPECTS 


A new law on industrial property is expected to be passed 
during 1994, conceding the use of the institution of complete 
examination of conditions for the grant of patents. Within gen- 
eral activities aimed at harmonization and unification of the 
legal provisions governing idustrial property rights, the State 
Patent Office will take up the activities concerning the admis- 
sion to PCT and the European Patent Convention. 


4. INDUSTRIAL PROPERTY RIGHTS GRANTED OR 
APPLIED FOR BY SUBMITTING AN APPLICATION, TO 
THE FORMER FEDERAL PATENT OFFICE FOR THE TER- 
RITORY OF FORMER YUGOSLAVIA (SFRY) 


4.1. The Industrial property rights granted through the former 
Federal Patent Office up to 8 October, 1991 are regulated in 
Article 10, paragraph | and 2 of the Law on Changes and 
Amendments of the Law on Protection of Inventions, Technical 
Improvements and Distinctive Signs (“Official Gazette of the 
Republic of Croatia”, 2 April, 1992): ‘All rights of industrial 
property which are granted by the decisions of the former 
Federal Patent Office up to 8 October 1991 are valid on the 
territory of the Republic of Croatia up to their expiration. Upon 
the request of the rightfull claimants from the aforementioned 
paragraph, the State Patent Office will enter this particular right 
into the corresponding register.” 


4.2. Rights acquired in former Yugoslavia by the international 
registration of marks (International Bureau of WIPO, Geneve) 


The Assembly of the Madrid Union on 29 September, 1992 
adopted the new Rule No. 38, which apart from the Republic 
of Croatia applies to Solvenia and Ukraine, of the Regulations 
under the Madrid Arrangement, according to which the interna- 
tionally registered marks with the territorial sign YU with the 
dates earlier 1 December, 1992 can be effective in the Republic 
of Coratia, provided that: 

*a request is submitted to the International Bureau of WIPO, 
Geneve (on the basis of the written notification of the Interna- 
tional Bureau of WIPO); 

*a fee in the amount of 62 Swiss francs for each internationally 
registered mark is paid to the International Bureau. 


The International Bureau will by the end of 1992 notify in 
written form each of the owners of the internationally registered 
mark with the sign YU, with the appeal to utilize the possibility 
provided by the Rule No. 38 prior to March 1, 1994. 


4.3. The Industrial property rights applied for by submitting 
the application at the former Federal Patent Office before 8 
October, 1991, which were not granted or declined, can be 
effected in the Republic of Croatia by submitting the same 
applications to the State Patent Office until 4 November, 1993 
(this period was prolonged by the Regulation of the Government 
of the Republic of Croatia of 14 April, 1993).” 


The address of the State Patent Office is: 


State Patent Office 

of the Republic of Croatia 

Avenija Vukovar 78 41000 Zagreb 
CROATIA 


The State Patent Office of the Republic of Croatia has also 
provided a copy of the fees charged and a list of patent attorneys 
authorized to practice. Copies of these can be provided on 
request. Please send request to U.S. Patent and Trademark 
Office, Office of Legislation and International Affairs, Box 4, 
Washington, D.C. 20231. 


BRUCE A. LEHMAN 
Assistant Secreaty of Commerce and 
Commissioner of Patents and Trademarks 


Nov. 4, 1993 


[1156 TMOG 112] 
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(256) Regarding Patent And Trademark Rights 
In The Former Yugoslav Republic Of Macedonia 


The Ministry of Development of the former Yugoslav 
Republic of Macedonia has provided the U.S. Patent and Trade- 
mark Office with information regarding the status of industrial 
property protection within the former Yugoslav Republic of 
Macedonia. 


Following is the unedited text of the ANNOUNCEMENT 
ON THE PROTECTION OF INDUSTRIAL PROPERTY IN 
THE FORMER YUGOSLAV REPUBLIC OF MACEDONIA, 
provided in English translation by the Ministry of Development. 


“The present situation of industrial property protection in 
the former Yugoslav Republic of Macedonia is summarized 
below. 


I. Legislation 


(1) On July 14, 1993, the Industrial Property Act entered into 
force. An Office for the Protection of Industrial Property of 
the former Yugoslav Republic of Macedonia will be set up 
within a few months. 

(2) Pending the setting-up of the said Office, applications for 
patents for inventions, utility models, industrial designs, trade- 
marks, service marks and appellations of origin may be filed 
with the Ministry of Development in order to establish a filing 
or priority date. Applications so filed will not, however, be 
processed to grant or refusal until the said Office has been 
established. 


Il. Application of International Treaties 


(3) On July 23, 1993, the former Yugoslav Republic of Mace- 
donia deposited a declaration the effect of which is that all 
those treaties administered by WIPO to which Yugoslavia was 
party continue to be applicable as far as the former Yugoslav 
Republic of Macedonia is concerned. Those treaties are: the 
Convention Establishing the World Intellectual Property Orga- 
nization, the Paris Convention for the Protection of Industrial 
Property, the Madrid Agreement Concerning the International 
Registration of Marks, the Nice Agreement Concerning the 
International Classification of Goods and Services for the Pur- 
poses of the Registration of Marks, the Locarno Agreement 
Establishing an International Classification for Industrial 
Designs and the Berne Conventon for the Protection of Literary 
and Artistic Works. 


(4) A further announcement will be made on the procedure to 
be followed to confirm the effect of international registrations 
to Rule 38 of the Regulations under the Madrid Agreement. 


Ill. Applications for Industrial Property Rights Previously 
Filed with the Former Federal Patent Office in Belgrade 
and Industrial Property Rights Granted by the Former 
Federal Patent Office in Belgrade 


(5) The applicant of any application for an industrial property 
right filed with the former Federal Patent Office in Belgrade 
prior to April 26, 1992, may file with the Office for the Protec- 
tion of Industrial Property of the former Yugoslav Republic of 
Macedonia, after its establishment and prior to July 7, 1994, 
a request that the application be further processed. 

(6) The owner of any industrial property right granted by the 
former Federal Patent Office in Belgrade and valid on July 7, 
1993, may file with the Office for the Protection of Industrial 
Property of the former Yugoslav Republic of Macedonia, after 
its establishment and prior to July 7, 1995, a request to the 
effect that the granted industrial property right be considered 
for the remaining period of its validity as an industrial property 
right granted by the Office for the Protection of Industrial 
Property of the former Yugoslav Republic of Macedonia. 
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IV. Address of the Ministry of Development 


Ministry of Development 

Bote Bocevski 9 

91000 Skopje 

The former Yugoslav Republic of Macedonia 


Telephone (3891) 220 678 
Telefax (3891) 223 027 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Nov. 4, 1993 
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(257) Regarding Industrial Property 


In The Kygyz Republic 


The following notice is reprinted from the December 1993 
edition of “Industrial Property” published by the World Intellec- 
tual Property Organization, giving the status of industrial prop- 
erty protection in the Kyrgyz Republic: 


The present situation of industrial property protection in the 
Kyrgyz Republic is summerized below. 


I. Legislation 


(1) Pending the enactment of the industrial property laws, 
the Government of the Kyrgyz Republic adopted, on August 
2, 1993, the Provisional Regulations on Industrial Property, 
which cover inventions, utility models, industrial designs and 
trademarks. It is possible, as of August 2, 1993, to file applicas- 
tions for the grant of patents for inventions and for the registra- 
tion of utility models, industrial designs and trademarks with 
the Patent Department of the State Committee on Science and 
New Technologies of the Kyrgyz Republic. 


II. Application of International Treaties 


(2) The Kyrgyz Republic intends to become party to the 
Convention Establishing the World Intellectual Property Orga- 
nization (WIPO), to the Paris Convention for the Protection of 
Industrial Property, to the Madrid Agreement Concerning the 
International Registration of Marks, to the Patent Cooperation 
Treaty (PCT) and to the Nice Agreement Concening the Interna- 
tional Classification of Goods and Services for the Purposes 
of the Registration of Marks. 

(3) Announcements will be made as soon as the Kyrgyz 
Republic becomes party to the treaties mentioned in paragraph 
(2), above, or to any other treaties administered by WIPO. 
Details will be given at that stage of the procedures to be 
followed to confirm the application to the Kyrgyz Republic of 
certain international applications under the PCT and certain 
international registrations under the Madrid Agreement. 


III. Reregistration of Industrial Property 
Titles Granted by the Patent Office of the 
Soviet Union and Further Processing of 
Pending Applications 


(4) The owner of a patent for invention, an inventor’s certificate, 
an industrial design patent or certificate granted by the Patent 
Office of the Soviet Union and still in force may file directly 
with the Patent Department of the State Committee on Science 
and New Technologies of the Kyrgyz Republic before May 1, 
1994, a request for the grant of a Kyrgyz patent for invention, 
design patent or trademark certificate. 

(5) An applicant of an application for a patent for invention, 
for an industrial design patent or for a trademark certificate filed 
before August 2, 1993, with the express or implied intention of 
obtaining protection also in the Kyrgyz Republic and pending 
with the Patent Office of the Russian Federation may file with 
Patent Department of the State Committee on Science and New 
Technologies of the Kyrgyz Republic before May 1, 1994, a 
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request that the application be further processed under Kyrgyz 
legislation. 


IV. Procedural Provisions 


(6) The procedures referred to in paragraphs (1), (4) and (5) 
are subject to payment of the prescribed fees. 


V. Address of the Patent Office 


Patent Department of the State Committee on Science and New 
Technology 

87, Isanov St. 

720001 Bishkek 

Kyrgyz Republic 

Telephone: (3312) 21 54 86 

21 54 94 


Facsimile: (3312) 21 25 91 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


{1160 TMOG 14] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 10 
[Docket No. 9511277-5277-01] 
RIN 0651-AA65 


Cross-Appeals in Patent and Trademark Office 
Disciplinary Proceedings 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 
Summary: The Patent and Trademark Office (PTO) is amending 
a rule of practice in disciplinary cases to provide a time period 
for filing a cross-appeal to the Commissioner of Patents and 
Trademarks after the initial decision of the Administrative Law 
Judge (ALJ). This amendment will simplify the appeals practice 
in disciplinary cases by eliminating the need to file contingent 
appeals. 
Effective Date: January 16, 1996. 
For Further Information Contact: Karen L. Bovard, 703-308- 
5316. 
Supplementary Information: The PTO issued a second notice of 
proposed rulemaking to amend a rule of practice in practitioner 
disciplinary proceedings. 60 FR 4395, Jan. 23, 1995. Under 
the existing practice, after the ALJ’s initial decision, a party 
(either the respondent or the Director of the office of Enrollment 
and Discipline) might be obliged to file a contingent appeal to 
protect cross-appealable issues in the event the opposing party 
filed an appeal. The amended rule provides a time period for 
the party to file a cross-appeal after the opposing party has 
appealed to the Commissioner from the ALJ’s initial decision. 
No comment to the second notice of proposed rulemaking 
was received. The proposed rule is adopted. 


Other Considerations 


This rule change conforms with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12612 and 12866, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy of the Small Business Administration 
that the rule change will not have a significant impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 605(b)). The principal impact of the rule change is to 
provide a time period to file a cross-appeal in a PTO disciplinary 
proceeding. See the first notice of proposed rulemaking. 58 FR 
at 38996. 
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The PTO has determined that the rule change has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
order 12612. The rule change is not significant for the purposes 
of Executive Order 12866. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
record keeping or reporting requirements within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 10 


Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and recordkeeping requirements. 

Pursuant to the authority contained in 35 U.S.C. 6, the PTO 
amends 37 CFR part 10 as follows: 


Part 10-Representation of Others Before the Patent and 
Trademark Office 


1. The authority citation for 37 CFR part 10 would continue 
to read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


2. Section 10.155 is amended by revising paragraph (a) to 
read as follows: 


§ 10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial decision 
of the administrative law judge under § 10.154, either party 
may appeal to the Commissioner. If an appeal is taken, the 
time for filing a cross-appeal expires (1) 14 days after the date 
of service of the appeal pursuant to § 10.142 or (2) 30 days 
after the date of the initial decision of the administrative law 
judge, whichever is later. An appeal or cross-appeal by the 
respondent will be filed and served with the Director in dupli- 
cate and will include exceptions to the decisions of the adminis- 
trative law judge and supporting reasons for those exceptions. 
If the Director files the appeal or cross-appeal, the Director 
shall serve on the other party a copy of the appeal or cross- 
appeal. The other party to an appeal or cross-appeal may file 
a reply brief. A respondent's reply brief shall be filed and 
served in duplicate with the Director. The time for filing any 
reply brief expires thirty (30) days after the date of service 
pursuant to § 10.142 of an appeal, cross-appeal or copy thereof. 
If the Director files a reply brief, the Director shall serve on 
the other party a copy of the reply brief. Upon the filing of an 
appeal, cross-appeal, if any, and reply briefs, if any, the Director 
shall transmit the entire record to the Commissioner. 


* ek KK * 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


December 7, 1995 


[182 TMOG 517] 


(259) Extension of Time for Filing Notices of 
Opposition to Marks Published in the 


Official Gazette Dated January 9, 1996 


Since copies of the Trademark Official Gazette dated January 
9, 1996, were not mailed until January 16, 1996, the thirty- 
day opposition period for marks published in the Trademark 
Official Gazette dated January 9, 1996, is extended from Feb- 
ruary 8, 1996, until February 15, 1996. 


ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
for Trademarks 


January 22, 1996 


[1182 TMOG 581] 
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(260) Extension of Time for Filing Notices of 
Opposition to Marks Published in the Official Gazette 
Dated January 16, 1996 


Since copies of the Trademark Official Gazette dated January 
16, 1996, were not mailed until January 19, 1996, the thirty- 
day opposition period for marks published in the Trademark 
Official Gazette dated January 16, 1996, is extended from 
February 15, 1996, until February 20, 1996. 


ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
for Trademarks 


January 22, 1996 


[1182 TMOG 584] 


(261) Closing of the Patent and Trademark Office 
on Monday, January 8, 1996 through 
Wednesday, January 10, 1996 


In view of the official closing of the Federal government 
offices in the Washington, D.C. metropolitan area, including 
the Patent and Trademark Office, on Monday, January 8, 1996 
through Wednesday, January 10, 1996, the Patent and Trade- 
mark Office will consider each of those days, a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21 and 37 
C.F.R. §§ 1.6, 1.7 and 1.10. Any action or fee due on any of 
those days will be considered as being timely filed if the action 
is taken, or the fee paid, on the next succeeding business day 
on which the Patent and Trademark Office was open, that is, 
Thursday, January 11, 1996. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


January 24, 1996 


[1183 TMOG 59] 


(262) Closing of the Patent and Trademark Office 
on Friday, January 12, 1996 


In view of the official closing of the Federal government 
offices in the Washington, D.C. metropolitan area, including 
the Patent and Trademark Office, on Friday, January 12, 1996, 
the Patent and Trademark Office will consider January 12, 
1996, a “federal holiday within the District of Columbia” under 
35 U.S.C. § 21 and 37 C.F.R. §§ 1.6, 1.7 and 1.10. Any action 
or fee due on that day will be considered as being timely filed 
if the action is taken, or the fee paid, on the next succeeding 
business day on which the Patent and Trademark Office was 
open, that is, Tuesday, January 16, 1996 (Monday, January 
15, 1996, was a federal holiday, Martin Luther King, Jr’s. 
Birthday). 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


January 24, 1996 


[1183 TMOG 60} 


(263) Right of Priority in Patent and Trademark 


Applications Available in Taiwan 


On the basis of a Memoradum of Understanding signed on 
April 10, 1996, between the American Institute in Taiwan and 
the Taipei Economic and Cultural Representative Office in 
the United States, U.S. applicants seeking patent protection in 
Taiwan may avail themselves of the right of priority based on 
patent applications filed in the United States, on or after April 
10, 1996. 

In accordance with the same Memorandum of Under- 
standing, U.S. applicants seeking trademark protection in 
Taiwan may avail themselves of the right of priority based on 
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applications for trademark registration filed in the United States, 
on or after December 24, 1993. 

To receive the right of priority in Taiwan, applications for 
patents and trademark registrations must be filed there within 
such time period from the filing of the first application in the 
United States, as specified by the laws and regulations of 
Taiwan. The right of priority, on the basis of reciprocity, is also 
available to applicants from Taiwan seeking patent protection or 
trademark registration in the United States. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


April 30, 1996 


[1186 TMOG 50] 


(264) United States Postal Service Emergency 


in the State of California Terminated 


The service interruption in United States Postal Service 
(USPS) in the State of California that occurred on June 29, 
1995, due to the action of the UNABOM bomber, caused 
the USPS to maintain heightened security procedures for mail 
originating in the State of California. Currently there are no 
extraordinary restrictions being placed on Express Mail origi- 
nating in the State of California. Therefore, the Patent and 
Trademark Office (PTO) is terminating the postal service inter- 
ruption and emergency declared in the Official Gazette Notice 
entitled “United States Postal Service Interruption and Emer- 
gency in the State of California”, 1176 Off. Gaz. Pat. Office 
74 (July 18, 1995). Any questions regarding this Notice should 
be directed to Jeffrey V. Nase, Patent Legal Administrator, 
(703) 305-9285, PK1-520, for patent-related matters, and to 
Lynne G. Beresford, Trademark Legal Administrator, (703) 
308-8900, 10B10 ST, for trademark-related matters. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


June 4, 1996 


[1188 TMOG 15] 


Department of Commerce 
Patent and Trademark Office 


Renewal and Amendment of the Charter 
of the Public Advisory Committee 
for Trademark Affairs 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice. ’ 
Summary: In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after 
consultation with GSA, it has been determined that the renewal 
and amendment of the charter of the Public Advisory Com- 
mittee for Trademark Affairs is in the public interest in connec- 
tion with the performance of duties imposed on the Department 
by law. The charter was renewed on May 23, 1996. Charter 
amendments will allow the Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks (Assistant Secre- 
tary) to select organizations which are representative of the 
Intellectual Property community. Each selected organization 
will, in turn, be able to appoint a designated number of members 
to the Committee. Committee membership will be limited to 
no more than 15 members. These members will serve staggered 
3-year terms. 
Supplementary Information: The Committee was first chartered 
in January 1973 and is now being renewed and its charter 
amended. The Committee’s purpose is to advise the Patent and 
Trademark Office (Office) on ways to increase the Office’s 
efficiency and effectiveness and to provide a continuing flow 
of knowledge from the private sector to the Office in the areas 
of international and domestic trademark law. 

The Office is amending the charter of the Committee to 
make the Committee more diverse and more representative of 





January 7, 1997 


trademark owners, trademark practitioners and the Intellectual 
Property community as a whole. The Assistant Secretary will 
select representative organizations from among intellectual 
property organizations, bar groups, business-related organiza- 
tions and academia, and determine the number of Committee 
members each organization can choose. 

Allowing each representative organization to select its own 
Committee member(s) will ensure that the Committee repre- 
sents the concern of each member organization. Member will 
serve staggered three-year terms. No member may serve more 
than two consecutive terms. 

The size of the Committee is being reduced from its former 
level of 18 members to 15 members. After experience with 
both an 18-member and 15-member Committee, the smaller 
number seems to work better. 

The Committee Chair will be selected by the Assistant Secre- 
tary and will serve a one-year term. No individual may be the 
Chair for more than two consecutive terms. 

For Further Information Contact: Lynne G. Beresford at (703) 
308-8900, by fax at (703) 308-7220, or by mail marked to her 
attention and addressed to: 


Assistant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513. 


Any organization which has an interest in the Committee 
should contact Ms. Beresford. A list of interested organizations 
will be maintained in the Office of the Assistant Commissioner 
for Trademarks. 


June 26, 1996 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Part 2 
[Docket No. 960621181-6181-01] 
RIN 0651-AA89 


Elimination of Requirement for Proof of Service 
in Consented Requests for Extensions of Time 
to File a Notice of Opposition 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule 

Summary: This rule deletes the requirement for proof of service 
when a request for an extension of time to oppose registration 
of a trademark is based upon a statement that applicant has 
consented to the request. This rule will simplify opposition 
proceedings by eliminating an unnecessary requirement. 
Effective Date: July 15, 1996. This rule will be applicable to 
all relevant correspondence filed with the Office on or after 
the effective date. 

For Further Information Contact: David Sams by telephone 
at (703) 308-9330, by facsimile transmission at (703) 308- 
9333, or by mail marked to his attention and addressed to the 
Assistant Commissioner for Trademarks, Box TTAB, 2900 
Crystal Drive, Arlington, Virginia 22202-3513. 
Supplementary Information: Section 2.102(c)(2), which pro- 
vides for an extension of time for filing an opposition under 
37 CFR Part 2, is revised to delete the requirement that proof 
of service be included in consented extension requests. This 
change permits potential opposers to request an extension of 
time to oppose aggregating more than 120 days from the date 
of publication based on a written statement that the applicant 
or its authorized representative has consented to the request. 
The Office believes that the requirement for proof of service 
is unnecessary when the applicant has assertedly consented to 
the filing of the extension request. The Trademark Trial and 
Appeal Board sends a copy of the request together with the 
Board's action thereon to the applicant, which may file a request 
for reconsideration of the Board's action if necessary. 
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The Patent and Trademark Office has determined that this 
revision is procedural and remedial in nature, and this revision 
is therefore being published as a final rule. 5 U.S.C. 
553(b)(3)(A) & (B). This rule is not a significant rule for the 
purposes of Executive Order 12866. No notice of proposed 
rulemaking is required for this rule under 5 U.S.C. 553 or any 
other law, so a regulatory flexibility analysis is not required 
and has not been prepared. 5 U.S.C. 603(a). 


List of Subjects in 37 CFR Part 2 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 


For the reasons set forth in the preamble, and pursuant to 
the authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, 
part 2 of title 37 of the Code of Federal Regulations is amended 
as set forth below: 


PART 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


1. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
2. Section 2.102(c)(2) is revised to read as follows: 


§ 2.102—Extension of time for filing an opposition. 


SEREE 


(c) 2K 

(2) a written request by the potential opposer or its authorized 
representative stating that the applicant or its authorized repre- 
sentative has consented to the request, or 


REE 
BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


July 2, 1996 


[1189 TMOG 14] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Parts 15 and 15a 
[Docket No. 960722200-6200-01) 
RIN 0651-XX07 


Service of Process; Testimony by Employees and the 
Production of Documents in Legal Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: This final rule removes parts dealing with service 
of process on Patent and Trademark Office (PTO) employees 
in their official capacity and with testimony by employees and 
production of documents in legal proceedings. The PTO will 
rely on analogous Commerce Department regulations found in 
title 15 of the Code of Federal Regulations. 

Effective Date: August 19, 1996 

For Further Information Contact: Kenneth Corsello by tele- 
phone at (703) 305-9041; by mail marked to his attention and 
addressed to the Office of the Solicitor, Box 8, Washington, 
D.C. 20231; by electronic mail to corsello@uspto.gov; or by 
fax marked to his attention at (703) 305-9373. 
Supplementary Information: In March 1995, President Clinton 
issued a directive to Federal agencies regarding their responsi- 
bilities under his Regulatory Reform Initiative. This initiative 
is part of the National Performance Review and calls for imme- 
diate, comprehensive regulatory reform. The President directed 
all agencies to undertake, as part of this initiative, an exhaustive 
review of all of their regulations—with an emphasis on elimi- 
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nating or modifying those that are osbolete or otherwise in 
need of reform. This final rule is part of the Regulatory Reform 
Initiative. 

The Department of Commerce regulations dealing with ser- 
vice of process (15 CFR Part 15) and with employee testimony 
and the production of documents (15 CFR Part 15a) apply to 
the PTO. Therefore, the PTO is removing 37 CFR Parts 15 
and 15a because they are unnecessary and duplicative. 

This rule is not a significant rule for the purposes of Executive 
Order 12866. Notice and comment is not required for this 
rulemaking because it relates to agency management or per- 
sonnel, 5 U.S.C. 553(a)(2), and thus no regulatory flexibility 
analysis is required, 5 U.S.C. 603(a). This rule does not change 
the paperwork burden imposed on the public. See 44 U.S.C. 
3501 et seq. 


List of Subjects 
37 CFR Part 15 


Attorneys, Administrative practice and procedure, Courts, 
Government employees. 


37 CFR Part 15a 


Attorneys, Administrative practice and procedure, Courts, 
Government employees. 


For the reasons set forth in the preamble, and pursuant to 
the authority contained in 35 U.S.C. 6, 37 CFR Chapter I is 
amended as follows: 

Part 15 — [Removed and Reserved] 

1. Part 15 is removed and reserved. 
Part 15a — [Removed and Reserved] 

1. Part 15a is removed and reserved. 

BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


August 13, 1996 


[1190 TMOG 46] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 2 
[Docket No. 966828232-6232-01] 
RIN 0651-AA90 


Recordal Fees Associated with the Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Proposed Rulemaking. 

Summary: The Patent and Trademark Office (PTO) is proposing 
to establish fees associated with recordation of insignias of 
manufacturers and private label distributors to ensure the trace- 
ability of a fastener to its manufacturer or private label distrib- 
utor. This proposal is in accordance with provisions of the 
Fastener Quality Act (Public Law 101-592, as amended by 
Public Law 104-113). 

Dates: Written comments must be submitted on or before 
October 17, 1996. No meeting will be held. 

Addresses: Address written comments to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231, Attention: 
Lizbeth Kulick. Office of the Assistant Commissioner for 
Trademarks, 2900 Crystal Drive, Arlington, Va. 22202-3513 
or by fax to (703) 308-7220. 

For Further Information Contact: Lizbeth Kulick by telephone 
at (703) 308-8900, or by fax at (703) 308-7220, or by mail 
marked to her attention and addressed to the Assistant Commis- 
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sioner for Trademarks, 2900 Crystal Drive, Arlington, Va. 
22202-3513. 


Supplementary Information 


The Department of Commerce issued a notice of proposed 
rulemaking to implement the Fastener Quality Act. 57 FR 
37032, Aug. 17, 1992. Under that notice, the task of recording 
fastener insignia was assigned to the PTO. 57 FR 37033-35, 
Aug. 17, 1992. That notice provided for recovery of insignia 
costs through user fees. 57 FR 37035-36, Aug. 17, 1992. The 
PTO proposes three twenty-dollar fees to recover its costs 
associated with the insignia recordation program. 


Cost Calculations 


The cost of processing an application for recordal of an 
insignia is as follows: 
Compensation and Benefits 1,000 
Hardware and Software Costs 
Subtotal 
General and Administrative Overhead @ 17% 

Total Costs 
Estimated Workload 
Fee Amount 
Rounded Fee 


Two rules, 37 CFR §§ 2.53 and 2.189, are being removed 
because they are not necessary. Section 2.53 specifies the 
manner in which drawings must be transmitted. Section 2.189 
simply states the Office’s policy on publishing amendments to 
the rules. The policy is not changing, but does not have to be 
stated as a rule. 


Other Considerations 


It has determined that this rule is not significant for the 
purposes of Executive Order 12866. The information collec- 
tions required by this proposed rule are pending approval before 
the Office of Management and Budget (OMB number 0651- 
0028). The affected public would be manufacturers and private 
label distributors of certain types of industrial fasteners. The 
estimated average number of responses is six hundred. The 
estimated time per response is ten minutes, so the estimated 
total annual burden is one hundred hours. The collected infor- 
mation is needed to ensure that a fastener can be traced to its 
manufacturer or private label distributor. 

This proposed fee does not require notice and comment under 
5 U.S.C. 553 or any other statute, so no analysis or certification 
is required under 5 U.S.C. 603(a). 


Lists of Subjects 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


For the reasons set forth in the preamble, the PTO proposes 
to amend 37 CFR part 2 as set forth below. 


Part 2 - Rules Applicable to Trademark Cases 


1. The authority citation for Part 2 continues to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Part 2 is amended by adding Section 2.7 to read as follows: 
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§ 2.7 Fastener Recordal Fees 


(a) Application fee for recordal of insignia. 
(b) Renewal of insignia recordal 
(c) Surcharge for late renewal of insignia recordal 


3. Section 2.53 is removed. 
4. Section 2.189 is removed. 
BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


September 10, 1996 
[1191 TMOG 49] 


(269) Treatment of Correspondence Deposited as 
First Class Mail-Pursuant to 37 CFR 1.8 and 


Returned by the U.S. Postal Service 


Due to heightened security concerns, effective September |, 
1996, the United States Postal Service (USPS) is requiring 
that all domestic first-class mail, bearing stamps and weighing 
sixteen ounces, or more, be presented to a retail clerk at a 
USPS office. All such mail that is not presented to a retail 
clerk at a USPS office (e.g., placed in a mailbox) will be 
returned by the USPS. The USPS has posted notice of this 
requirement on mailboxes. The “Express Mail” service of the 
USPS is not affected. KF 

37 CFR 1.8 provides that certain correspondence will be 
considered timely filed by the Patent and Trademark Office 
(PTO) if, among other things, it is deposited with the USPS 
by the due date, and includes a certificate of mailing that sets 
forth the date the person: signing the certificate reasonably 
expected the correspondence to be mailed. Correspondence 
must be deposited with the USPS as first class mail in compli- 
ance with any and all applicable requirements of the USPS to 
be considered “[dJeposited with the U.S. Postal service” within 
the meaning of 37 CFR 1.8(a)(1)(i)(A). Correspondence pre- 
sented to the USPS in a manner that does not comply with the 
applicable requirements of the USPS is not “[dJeposited with 
the U.S. Postal service” within the meaning of 37 CFR 
1.8(a)(1)(i)(A) and is not entitled to any benefit under 37 CFR 
1.8 


To alleviate hardships caused by this change in USPS 
requirements, the PTO will treat correspondence returned by 
the USPS because of its size as “[djeposited with the U.S. 
Postal service” within the meaning of 37 CFR 1.8(a)(1)(i)(A), 
so long as the correspondence was otherwise originally depos- 
ited with the USPS in compliance with 37 CFR 1.8(a)(1)(i) on 
or before December 1, 1996. Returned mailed that is either 
resubmitted to the USPS for delivery, or hand-delivered to the 
PTO, will be stamped by the PTO with the actual date of receipt 
in the PTO. The correspondence will, however, be accorded 
the benefit of any certificate of mailing under 37 CFR 1.8. 

Correspondence mailed after December |, 1996, and returned 
by the USPS as not mailed in compliance with USPS require- 
ments concerning mail weighing sixteen ounces or more will 
not be entitled to any benefit under 37 CFR 1.8. 

Because this change in USPS requirements does not affect 
the “Express Mail” service of the USPS, it does not affect 
correspondence filed in compliance with 37 CFR 1.10. Persons 
filing correspondence in a manner other than by the procedures 
set forth in 37 CFR 1.8 or 1.10 do so at their own risk. 

Questions concerning this notice should be directed to Senior 
Legal Advisor Robert W. Bahr at (703) 305-9285. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 10, 1996 


[1192 TMOG 43] 
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(270) Department of Commerce- 


Patent and Trademark Office 


37 CFR Parts 1, 2, 5 and 10 
[Docket No. 951006247-6255-02] 
RIN 0651-AA70 


Communications with the Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule. 

Summary: The Patent and Trademark Office (Office) is 
amending its rules of practice to (1) specify addresses for 
agency mail to expedite mail delivery, (2) define “Federal 
holiday within the District of Columbia,” (3) clarify and sim- 
plify procedures for filing papers and fees by “Express Mail,” 
and (4) remove certain exclusions from § 1.8(a)(2)(ii) to permit 
additional trademark documents to be considered timely. filed 
if they are mailed or transmitted by the due date and in compli- 
ance with § 1.8(a)(1). 

Effective Date: December 2, 1996. 

For Further Information Contact: Lawrence E. Anderson (for 
patent-related matters) by telephone at (703) 305-9285, by 
electronic mail at landerso@uspto.gov, or by mail to his atten- 
tion addressed to the Assistant Commissioner for Patents, Box 
DAC, Washington, D.C. 20231; or Nancy L. Omelko (for 
trademark-related matters) by telephone at (703) 308-8910, 
extension 39, or by mail marked to her attention and addressed 
to the Assistant Commissioner for Trademarks, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513. 

Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register at 57 FR 55691 
(November 2, 1995) and in the Patent and Trademark Office 
Official Gazette at 1180 Off. Gaz. Pat. Office 122 (November 
28, 1995), the Office proposed to change addresses for corre- 
spondence with the Office to reflect the creation of a mailroom 
site at the South Tower Building for processing most trademark- 
related mail; to distinguish correspondence intended for organi- 
zations reporting to the Assistant Commissioner for Patents 
from other correspondence; to add a separate. mailing address 
in the Office of the Solicitor for disciplinary matters; and to 
delete the requirement for a certificate of mailing by Express 
Mail from § 1.10(b). 

The following includes a discussion of the rules being 
changed, the reasons for those changes,. and an analysis of 
the comments received in response to the Notice of Proposed 
Rulemaking. 


General Mailing Addresses 


The Office will now have three separate general mailing 
addresses: (1) Assistant Commissioner for Patents for corre- 
spondence processed by organizations reporting to the Assistant 
Commissioner for Patents, except for patent documents sent 
to the Assignment Division for recordation and requests for 
certified and uncertified copies of patent documents, which 
should be addressed to the Commissioner of Patents and Trade- 
marks; (2) Assistant Commissioner for Trademarks for all trade- 
mark-related mail, except for trademark documents sent to the 
Assignment Division for recordation and requests for certified 
and uncertified copies of trademark documents, which should 
be addressed to the Commissioner of Patents and Trademarks; 
and (3) Commissioner of Patents and Trademarks for all other 
correspondence. In addition, there will be separate mailing 
addresses in the Office-of the Solicitor for certain disciplinary 
matters and cases involving pending litigation. These addresses 
are set forth and discussed below. 

Those who correspond with the Office are requested to use 
separate envelopes directed to the different areas. 


Patent-Related Mail 


Section 1.1 is amended to provide for correspondence which 
is processed by organizations reporting to the Assistant Com- 
missioner for Patents to be addressed to the “Assistant Commis- 
sioner for Patents, Washington, D.C. 20231.” The Office first 
announced the new address for patent-related mail in a notice 
entitled “Change of Address for Patent Applications and Patent 
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Related Papers,” published in the Patents Official Gazette at 
1173 Off. Gaz. Pat. Office 13 (April 4, 1995). 

This change will affect correspondence such as: patent appli- 
cations, responses to notices of informality, requests for exten- 
sion of time, notices of appeal to the Board of Patent Appeals 
and Interferences (the Board), briefs in support of an appeal 
to the Board, requests for oral hearing before the Board, exten- 
sions of term of patent, requests for reexamination, statutory 
disclaimers, certificates of correction, petitions to the Commis- 
sioner, submission of information disclosure statements, peti- 
tions to institute a public use proceeding, petitions to revive 
abandoned patent applications, and other correspondence 
related to patent applications and patents which is processed 
by organizations reporting to the Assistant Commissioner for 
Patents. When patent-related documents are filed with a certifi- 
cate of mailing, pursuant to § 1.8, the certificate of mailing 
should be completed with the new address: Assistant Commis- 
sioner for Patents, Washington, D.C. 20231. 

Unless otherwise specified, correspondence not processed 
by organizations reporting to the Assistant Commissioner for 
Patents, such as communications with the Board (excluding 
Notices of Appeal and appeal briefs), patent services including 
patent copy sales, assignments, requests for lists of patents and 
SIRs in a subclass, requests for the status of maintenance fee 
payments, as well as patent practitioner enrollment matters 
including admission to examination, registration to practice, 
certificates of good standing, and financial service matters 
including establishing a deposit account should continue to be 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. Documents to be recorded with the 
Assignment Division, except those filed with new applications, 
should be addressed to: Box Assignment, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. Orders for 
certified and uncertified copies of Office documents should be 
addressed to: Box 10, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 

Special Office mail boxes as currently listed in each issue 
of the Patents Official Gazette should continue to be used to 
allow forwarding of particular types of mail to the appropriate 
areas as quickly as possible. Use of special box designations 
will facilitate the Office’s timely and accurate identification 
and processing of the designated correspondence. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 


Trademark-Related Mail 


Most trademark-related mail should be sent directly to the 
Trademark Operation at: Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513. 
When trademark-related documents are filed with a certificate 
of mailing, pursuant to § 1.8, the certificate of mailing should 
be completed with the new address: Assistant Commissioner 
for Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202- 
3513. Use of the correct address will avoid processing delays. 
Trademark. documents to be recorded with the Assignment 
Division, except those filed with new applications, should be 
addressed to: Box Assignment, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. Orders for certified and 
uncertified copies of trademark documents should be addressed 
to: Box 10, Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231. 

The Office announced the new address for trademark-related 
mail in a notice entitled “Change of Address for Trademark 
Applications and Trademark Related Papers,” published in the 
Federal Register at 59 FR 29275 (June 6, 1994) and in the 
Trademarks Official Gazette at 1163 Off. Gaz. Trademark 
Office 80 (June 28, 1994) (republished at 1170 Off. Gaz. Pat. 
Office 303 (January 3, 1995)). 

The Office will continue to maintain the special box designa- 
tions and FEE/NO FEE indicators for trademark mail as cur- 
rently listed in each issue of the Trademarks Official Gazette. 
Use of the boxes is encouraged, to expedite processing of 
incoming mail. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 

Mail intended for the Trademark Trial and Appeal Board 
should be addressed to: Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513, 
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including BOX TTAB/FEE or BOX TTAB/NO FEE, which- 
ever is applicable. 


Hand-Carried Correspondence 


All correspondence with the Office, except for communica- 
tions relating to pending litigation as specified in amended § 
1.1(a)(3)(i), may continue to-be filed directly at the Attorney’s 
Window located in Room 1B03 of Crystal Plaza Building 2, 
2011 South Clark Place, Arlington, Virginia. Trademark-related 
papers may also be filed at the “walk-up” window located on 
the third floor of the South Tower Building, 2900 Crystal Drive, 
Arlington, Virginia. Hand delivery of trademark papers and 
fees directly to the South Tower Building is recommended, to 
expedite processing. 


Trademark Documents Filed With Certificates of Mailing 
or Transmission Under § 1.8 


The Office is amending § 1.8(a)(2) to remove the exclusions 
listed in § 1.8(a)(2)(ii)(B) through (F). This will permit the 
following trademark documents to be considered timely filed 
if they are mailed or transmitted by the due date and in compli- 
ance with § 1.8(a)(1): (1) affidavits of continued use or excus- 
able non-use, under 15 U.S.C. 1058; (2) renewal applications, 
under 15 U.S.C. 1059; (3) amendments to allege use, under 
15 U.S.C. 1051(c); (4) statements of use, under 15 U.S.C. 
1051(d)(1); (5) requests for extensions of time to file a statement 
of use, under 15 U.S.C. 1051(d)(2); and (6) petitions to cancel 
registered marks, under 15 U.S.C. 1064. This change is intended 
to make filing easier and less expensive because a significantly 
larger number of documents will be considered timely filed 
using the simpler, less expensive first class mailing provisions 
of § 1.8. 

Section 2.165(a)(1), dealing with affidavits of use or excus- 
able ‘non-use filed under Section 8 of the Trademark Act, is 
amended by deleting the last sentence referencing the inapplica- 
bility of certificates of mailing provided by § 1.8. 

It should be noted that § 1.6(d)(8), which provides that 
correspondence other than notices of ex parte appeal may not 
be transmitted by facsimile to the Trademark Trial and Appeal 
Board, will not change. Thus, while a cancellation petitioner 
may now ensure timely filing with the certificate of mailing 
procedure set forth in § 1 .8(a)(1), the petitioner may not transmit 
the above-mentioned documents directed to the Trademark 
Trial and Appeal Board by fax or ensure timely filing with the 
certificate of facsimile transmission. 

Section 1.8(a)(2)(iiA), which states that the Certificate of 
Mailing or Transmission Procedure does not apply to the filing 
of applications for registration of marks, will not change. The 
filing date of an application is considered to be much more 
critical than the filing dates of the papers accepted under § 1.8. 
For example, in Trademark applications, the granting of a filing 
date to an application potentially establishes a date of construc- 
tive use of the mark, and is also critical for determining whether 
foreign priority can be claimed under 15 U.S.C. 1126(d); there- 
fore, entry of the date of deposit by a disinterested USPS 
employee is required. 


Express Mail 


Section 1.10 is being amended to simplify and clarify the 
procedures for filing correspondence by the “Express Mail Post 
Office to Addressee” (Express Mail) service of the United 
States Postal Service (USPS), by deleting the requirement for 
a Certificate of Mailing by Express Mail. 

Section 1.10 was promulgated to implement 35 U.S.C. 21, 
under which the Commissioner may “by rule prescribe that 
any paper or fee required to be filed in the Patent and Trademark 
Office will be considered filed in the Office on the date on 
which it.was deposited with the United States Postal Service.” 

Under the prior rule, the filer was required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Papers which did not include this 
certificate, or which included a certificate that did not meet 
the requirements of the rule, were given a filing date as of the 
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date received in the Office rather than the date of deposit as 
Express Mail. The lost filing date for a significant number of 
these papers resulted in the loss of substantive rights. In light 
of the problematic nature of the requirement for a Certificate 
of Mailing by Express Mail and its apparent redundancy in 
purpose, inasmuch as the date of deposit has already been 
entered by a disinterested third party, the Office has deleted 
this requirement from § 1.10(b). 

Under the new rule, Office personnel will routinely look to 
the Express Mail mailing label, and stamp the “date-in” or 
other official USPS notation as the filing date of the correspon- 
dence. If the USPS deposit date cannot be determined, the 
correspondence will be accorded the date of receipt in the 
Office as the filing date. 

Section |.10(b), as amended, provides that the Express Mail 
mailing label number should be placed on correspondence filed 
by Express Mail under § 1.10 prior to the original mailing. 
Correspondence actually received by the Office will not be 
denied a filing date as of the date of deposit with the USPS 
because the Express Mail mailing label number was not placed 
thereon prior to its original mailing. However, the absence of 
the number of the Express Mail mailing label will preclude a 
party from obtaining relief on petition, under §§ 1.10(c) through 
(e). 

Section 1.10(b) also provides that correspondence should be 
deposited directly with an employee of the USPS to ensure 
that the person depositing the correspondence receives a legible 
copy of the Express Mail mailing label with the “date-in” 
clearly marked, and that persons dealing indirectly with the 
employees of the USPS (such as by deposit in an Express Mail 
drop box) do so at the risk of not receiving a copy of the 
Express Mail mailing label with the desired “date-in” clearly 
marked. 

Sections 1.10(c) through 1.10(e) set forth procedures, for 
petitioning the Commissioner to accord a filing date as of the 
date of deposit as Express Mail. Section 1.10(c) applies where 
there is a discrepancy between the filing date accorded by the 
Office and the “date-in” or other official notation entered by 
the USPS on the Express Mail mailing label; § 1.10(d) applies 
where the “date-in” is incorrectly entered by the USPS; and § 


1.10(e) applies where correspondence deposited with the USPS 
as Express Mail is not received by the Office. 


Miscellaneous Changes 


Sections 1.3 and 5.33 are also being amended to change “com- 
munications” to “correspondence,” and for consistency with 
§§ 1.1, 1.6, and 1.8. 

Section |.6(a)(2) is amended to provide that correspondence 
deposited as Express Mail in accordance with § 1.10 will be 
considered filed on the date of its-deposit, regardless of whether 
that date is a Saturday, Sunday or Federal holiday within the 
District of Columbia. 

Section 1.9 is amended to add a definition of a “Federal 
holiday within the District of Columbia” to include:an official 
closing of the Office. 

Since the certificate of mailing by Express Mail is no longer 
a requirement of § 1.10, the provisions of Part.10 relating 
to misconduct have been amended to delete: reference to this 
requirement. 


Discussion of Specific Rules: 


The heading of § 1.1 is amended to state that the section 
contains the addresses for correspondence to the Patent and 
Trademark Office. 

Section 1.1 is amended to set out all pertinent Office mailing 
addresses in paragraph (a) and in added paragraphs (a)(1), 
(a)(2), and (a)(3). The remaining paragraphs of § 1.1 contain 
directions for using box designations rather than addresses. 
Paragraph (a)(1) sets forth the new mailing address to which 
most patent-related documents should be sent. Paragraph (a)(2) 
sets forth the new mailing address to which most trademark- 
related documents should be sent. It is noted that correspon- 
dence not addressed according to (a)(1) and (a)(2), but sent 
instead to the Commissioner of Patents and Trademarks, will 
not be refused consideration but may be delayed in processing. 
The Solicitor’s mailing address, formerly set out in paragraph 
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(g) of the section, is moved to a new paragraph (a)(3). Paragraph 
1.1(g) is removed and reserved. 

Sections 1.1 and 1.3 are amended so that the word “communi- 
cations” is changed to “correspondence.” 

Section 1.5(a) is amended by removing the requirement that 
the words “PATENT APPLICATION” appear on letters con- 
cerning patent applications. The remainder of the section 
remains unchanged. 

Section | .6(a)(1) is amended to add the sentence “[t}he Patent 
and Trademark Office is not open for the filing of correspon- 
dence on any day that is a Saturday, Sunday. or Federal holiday 
within the District of Columbia.” In addition, § 1.6(a)(1) is 
further amended to add the phrase “[e]xcept-for correspondence 
transmitted by facsimile as provided for in paragraph (a)(3) of 
this section” to the beginning of the sentence “[n]o correspon- 
dence is received in the Patent and Trademark Office on Satur- 
days, Sundays or Federal holidays within the District of 
Columbia.” Since the Office may “receive” a facsimile .trans- 
mission under § 1.6(a)(3) on a Saturday, Sunday. or Federal 
holiday within the District of Columbia, § 1.6(a)(1) is amended 
to add the phrase “[e]xcept for correspondence transmitted by 
facsimile as provided for in paragraph (a)(3) of this section” 
for clarity and consistency with § 1.6(a)(3). In addition, § 
1.6(a)(1) is amended to begin with the sentence “[t]he Patent 
and Trademark Office is not open for the filing of correspon- 
dence on any day that isa Saturday, Sunday or Federal holiday 
within the District of Columbia” to clarify that any day that is 
a Saturday, Sunday or Federal holiday- within the District of 
Columbia is a day that the Patent and Trademark Office is not 
open for the filing of applications within the meaning of Article 
4(C)(3) of the Paris Convention. 

Section 1.6(a)(2) is amended to delete the phrase “unless 
the date of deposit is a Saturday, Sunday or Federal. holiday 
within the District of Columbia in which case the date stamped 
will be the succeeding day which is not a Saturday, Sunday 
or Federal holiday within the District of:Columbia.” Thus, § 
1.6(a)(1) will provide that the Office is not open for the filing 
of correspondence on. any day that is‘a Saturday, Sunday or 
Federal holiday within the District of Columbia, but that corre- 
spondence deposited as Express Mail with the USPS in accor- 
dance with § 1.10 will be considered filed on the date of its 
deposit, regardless of whether that date is a Saturday, Sunday 
or Federal holiday within the District of Columbia (under 35 
U.S.C. 21(b) or § 1.7). 

Section 1.8(a)(1)(iMA) is revised to state that papers and 
fees must be addressed as set out in § 1.1(a). For the purposes 
of 1.8(a)(1)(i)(A), first class mail is interpreted. as including 
“Express Mail” and “Priority Mail” deposited with the USPS. 

Section 1.8(a)(2)(ii) is revised to remove and reserve para- 
graphs. (a)(2)(ii)(B) through (a)(2)(ii)(F). This will permit the 
following items to be filed in accordance with the procedures 
set forth in'§ 1.8(a): (1) an affidavit of continued use or excus- 
able nonuse under.section 8(a) or (b) or section 12(c) of the 
Trademark Act, 15 U.S.C. 1058(a), 1058(b); 1062(c); (2) an 
application for renewal of a registration under section 9.of the 
Trademark Act, 15 U.S.C. 1059; (3) a petition to cancel a 
registration of a mark under section 14, subsection-(1) or (2) 
of the Trademark Act, 15.U.S.C. 1064; (4) in an application 
under section 1(b) of the Trademark Act, 15°U.S.C: 1051(b), 
an amendment-to allege use in commerce under sectron~1(c) 
of the Trademark Act, 15 U.S.C..1051(c), or a statement of 
use under section 1(d)(1) of the Trademark Act, 15 U.S.C. 
1051(d)(1); and (5) in an application under section 1(b) of the 
Trademark Act, 15 U.S.C. 1051(b), a request-under section 
1(d)(2) of the Trademark Act, 15 U.S.C. 1051(d)(2), for an 
extension of time to file a statement of use under section 1(d)(1) 
of the Trademark Act, 15 U.S.C. 1051(d)(1). 

Section 1.9 is amended to add a definition of “Federal holiday 
within the District of Columbia” to include an official closing 
of the Office. When the entire Patent and Trademark Office is 
officially closed for business for an entire day, for reasons due 
to adverse weather or other causes, the Office will consider 
each such day a “Federal holiday within the District of 
Columbia” under 35 U.S.C. 21. Any action or fee due on such 
a day may be taken, or fee paid, on the next succeeding business 
day the Office is open. 

This provision implements existing policy. In the past, the 
Office has published notices concerning unscheduled closings, 
stating that correspondence due on the date of the unscheduled 
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closing would be deemed timely if filed on the next succeeding 
business day that the Office is open. See, e.g., “Closing of 
Patent and Trademark Office on Thursday, January 20, 1994 
and Friday, February 11, 1994” published in the Patent Official 
Gazette at 1161 Off. Gaz. Pat. Office 12 (April 5, 1994) (repub- 
lished at 1170 Off. Gaz. Pat. Office 8 (January 3, 1995)) and 
“Filing of Papers During Unscheduled Closings of the Patent 
and Trademark Office” published in the Patent Official Gazette 
at 1097 Off. Gaz. Pat. Office 53 (December 20, 1988) (repub- 
lished at 1170 Off. Gaz. Pat. Office 8 (January 3, 1995)). 

Other legal holidays within the District of Columbia are New 
Year's Day (January |), Martin Luther King, Jr.’s Birthday 
(third Monday in January), Presidential Inauguration Day, 
Washington’s Birthday (third Monday in February), Memorial 
Day (last Monday in May), Independence Day (July 4), Labor 
Day (first Monday in September), Columbus Day (second 
Monday in October), Veterans Day (November 11), Thanks- 
giving Day (fourth Thursday in November) and Christmas Day 
(December 25). 

The title of § 1.10 is revised to: (1) change “papers and 
fees” to “correspondence” and (2) remove the reference to 
a “certificate.” These changes are for consistency with the 
amendment to § 1.10 in this final rulemaking. 

Section 1.10(a) is amended to provide that: (1) any correspon- 
dence received by the Office that was delivered by the “Express 
Mail Post Office to Addressee” (Express Mail) service of the 
USPS will be considered filed in the Office on the date of 
deposit with the USPS, (2) the date of deposit with the USPS 
is the “date-in” or other official USPS notation on the Express 
Mail mailing label, and (3) if the USPS deposit date cannot 
be determined, the correspondence will be accorded a filing 
date as of the date of receipt in the Office. 

The date of deposit or mailing with the USPS is defined by 
the USPS as: (1) For correspondence that is paid for at the 
time of deposit—the date the correspondence is presented and 
accepted for Express Mail delivery at designated post offices, 
branches, or stations, and (2) For correspondence that is prepaid 
(i.e., with a completed mailing label and postage affixed)—the 
date the prepaid correspondence is accepted by the USPS col- 
lection employees or the USPS pickup service. USPS Domestic 
Mail Manual (DMM) 49, at D-38 (Sept. 1, 1995). 

Section 1.10(b) is amended by deleting the requirement for 
a certificate of mailing by Express Mail. As amended, § 1.10(b) 
provides that the number of the Express Mail mailing label 
should be placed on each piece of correspondence prior to the 
original mailing. Correspondence that is actually received by 
the Office will not be denied a filing date as of the date of 
deposit because the number of the Express Mail mailing label 
was not placed thereon prior to the original mailing. However, 
if the number of the mailing label did not appear on the corre- 
spondence as originally filed, relief will not be granted on 
petition under §§ 1.10(c) through (e), even if the party who 
filed the correspondence satisfies the other requirements of § 
1.10(c), § 1.10(d) or § 1.10(e). 

Since the filing of correspondence under § 1.10 without the 
number of the Express Mail mailing label thereon is an oversight 
that can be avoided by the exercise of reasonable care, requests 
for waiver of this requirement will not be granted on petition. 
A party’s inadvertent failure to comply with the requirements 
of a rule is not deemed to be an extraordinary situation that 
would warrant waiver of a rule under §§ 1.183, 2.146(a)(5) or 
2.148, nor is such an inadvertent omission considered to be an 
“unavoidable delay,” within the meaning of 15 U.S.C. 1062(b), 
35 U.S.C. 133, § 1.137(a) or § 2.66(a). See Honigsbaum v. 
Lehman, 903 F. Supp. 8, 37 USPQ2d 1799 (D.D.C. 1995) 
(Commissioner did not abuse his discretion in refusing to waive 
requirements of § 1.10(c) in order to grant filing date to patent 
application, where applicant failed to produce Express Mail 
customer receipt or any other evidence that application was 
actually deposited with USPS as Express Mail); Nitto Chemical 
Industry. Co., Ltd. v. Comer, No. 93-1378, 1994 U.S. Dist. 
LEXIS 19211, at *13-14 (D.D.C. Mar. 7, 1994) (Commis- 
sioner’s refusal to waive requirements of § 1.10 in order to 
grant priority filing date to patent application not arbitrary and 
capricious, because failure to comply with the requirements of 
§ 1.10 is an “avoidable” oversight that could have been pre- 
vented by the exercise of ordinary care or diligence, and thus 
not an extraordinary situation under § 1.183); Vincent v. Mossin- 
ghoff, 230 USPQ 621 (D.D.C. 1985) (Misunderstanding of § 
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1.8 not unavoidable delay in responding to Office Action); 
Gustafson v. Strange, 227 USPQ 174 (Comm’r Pats. 1985) 
(Counsel’s unawareness of § 1.8 not extraordinary situation 
warranting waiver of a rule); Jn re Chicago Historical Antique 
Automobile Museum, Inc., 197 USPQ 289 (Comm’r Pats. 1978) 
(Since certificate of mailing procedure under § 1.8 was available 
to petitioner, lateness due to mail delay not deemed to be 
extraordinary situation). 

Section 1.10(b) further provides that correspondence should 
be deposited directly with an employee of the USPS to ensure 
that the person depositing the correspondence receives a legible 
copy of the Express Mail mailing label with the “date-in” 
clearly marked, and that persons dealing indirectly with the 
employees of the USPS (such as by depositing correspondence 
in an Express Mail drop box) do so at the risk of not receiving 
a copy of the Express Mail mailing label with the desired “date- 
in” clearly marked. On petition, the failure to obtain an Express 
Mail mailing label with the “date-in” clearly marked will be 
considered an omission that could have been avoided by the 
exercise of due care, as discussed above. 

Sections 1.10(c) through 1.10(e) set forth procedures for 
petitioning the Commissioner to accord a filing date as of the 
date of deposit as Express Mail. Such petitions are filed under 
§ 1.181 for patent correspondence and § 2.146 for trademark 
correspondence. Section |.10(c) sets forth procedures for filing 
a petition to the Commissioner for a filing date as of the date 
of deposit with the USPS, where there is a discrepancy between 
the filing date initially accorded by the Office and the “date- 
in” entered by the USPS. Such a petition should: (1) be filed 
promptly after the person becomes aware that the Office has 
accorded, or will accord, a filing date other than the USPS 
deposit date, (2) include a showing that the number of the 
Express Mail mailing label was placed on each piece of corre- 
spondence prior to the original mailing, and (3) include a true 
copy of the Express Mail mailing label showing the “date-in” 
or other official notation by the USPS. 

Section 1.10(d) sets forth procedures for filing a petition to 
the Commissioner to accord a filing date as of the actual date 
of deposit with the USPS, where the “date-in” or other official 
notation is incorrectly entered by the USPS. Such a petition 
should: (1) be filed promptly after the person becomes aware 
that the Office has accorded, or will accord, a filing date based 
upon an incorrect entry by the USPS, (2) include a showing 
that the number of the Express Mail mailing label was placed 
on each piece of correspondence prior to the original mailing, 
and (3) include a showing that the correspondence was depos- 
ited as Express Mail prior to the last scheduled pickup on the 
requested filing date. The showing under Section 1.10(d) must 
be corroborated by (1) evidence from the USPS, or (2) evidence 
that came into being after deposit and within one business day 
of the deposit of the correspondence as Express Mail. Evidence 
that came into being within one day after the deposit of the 
correspondence as Express Mail may be in the form of a log 
book which contains information such as the Express Mail 
number; the application number, attorney docket number or 
other such file identification number; the place, date and time 
of deposit; the time of the last scheduled pick-up for that date 
and place of deposit; the depositor’s initials or signature; and 
the date and time of entry in the log. Any statement submitted 
in support of such a showing must be verified if made by a 
person other than an employee of the USPS or a practitioner 
as defined in § 10.1(r) of this chapter. 

The reason the Office considers correspondence to have been 
filed as of the date of deposit as Express Mail is that this date 
has been verified by a disinterested USPS employee, through 
the insertion of a “date-in,” or other official USPS notation, 
on the Express Mail mailing label. Due to the questionable 
reliability of evidence from a party other than the USPS that 
did not come into being contemporaneously with the deposit 
of the correspondence with the USPS, § 1.10(d) specifically 
requires that any petition under § 1.10(d) be corroborated either 
by evidence from the USPS, or by evidence that came into 
being after deposit and within one business day after the deposit 
of the correspondence as Express Mail. A petition alleging that 
the USPS erred in entering the “date-in” will be denied if it is 
supported only by evidence (other than from the USPS) which 
was: (1) created prior to the deposit of the correspondence as 
Express Mail with the USPS (e.g., an application transmittal 
cover letter, or a client letter prepared prior to the deposit of 
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the correspondence), or (2) created more than one business day 
after the deposit of the correspondence as Express Mail (e.g., 
an affidavit or declaration prepared more than one business 
day after the correspondence was deposited with the USPS as 
Express Mail). On the other hand, a notation in a log book, 
entered by the person who deposited the correspondence as 
Express Mail within one business day after such deposit, setting 
forth the items indicated above would be deemed on petition 
to be an adequate showing of the date of deposit under § 
1.10(d)(3). 

Section 1.10(d)(3) further provides that a party must show 
that correspondence was deposited as Express Mail before the 
last scheduled pickup on the requested filing date in order to 
obtain a filing date as of that date. This incorporates existing 
practice, as set forth in the Manual of Patent Examining Proce- 
dure (6th ed., January, 1995) § 513, and Trademark Manual 
of Examining Procedure (2nd ed., May, 1993) § 702.02(e) into 
the rule. 

Section 1.10(e) sets forth procedures for filing a petition to 
the Commissioner to accord a filing date as of the date of 
deposit with the USPS, where correspondence deposited as 
Express Mail is never received by the Office. Such a petition 
should: (1) be filed promptly after the person becomes aware 
that the Office has no evidence of receipt of the correspondence, 
(2) include a showing that the number of the Express Mail 
mailing label was placed on each piece of correspondence prior 
to the original mailing, (3) include a true copy of the originally 
deposited correspondence showing the number of the Express 
Mail mailing label thereon, a copy of any returned postcard 
receipt, a copy of the Express Mail mailing label showing the 
“date-in” or other official notation entered by the USPS, and 
(4) include a statement, signed by the person who deposited 
the documents as Express Mail with the USPS, setting forth 
the date and time of deposit, and declaring that the copies of 
the correspondence, Express Mail mailing label, and returned 
postcard receipt accompanying the petition are true copies of 
the correspondence, mailing label and returned postcard receipt 
originally mailed or received. Any statement in support of a 
petition under § 1.10(e) must be verified if made by a person 
other than a practitioner as defined in § 10.1(r) of this chapter. 

Section 1.10(e) provides for the filing of a petition to accord 
correspondence a filing date as of the date of deposit with the 
USPS as Express Mail only where the correspondence was 
mailed with sufficient postage and addressed as set out in § 
1.1(a). There is no corresponding provision that correspondence 
be properly addressed and mailed with sufficient postage in 
§§ 1.10(a), (c) and (d), because these sections apply only to 
correspondence that is actually received by the Office. Corre- 
spondence mailed by Express Mail that is actually received by 
the Office will not be denied a filing date as of the date of 
deposit as Express Mail simply because the correspondence 
was not mailed with sufficient postage or not addressed as set 
out in § 1.1(a). 

Section 1.10(e)(3) provides that if the requested filing date 
is a date other than the “date-in” on the Express Mail mailing 
label, the petition should include a showing under § 1.10(d)(3), 
as discussed above, that the correspondence was deposited as 
Express Mail before the last scheduled pickup on the requested 
filing date in order to obtain a filing date as of that date. 

Section 1.10(f) provides that the Office may require addi- 
tional evidence to determine whether the correspondence was 
deposited as Express Mail with the USPS on the date in ques- 
tion. 

Section 2.165(a)(1), dealing with affidavits of use or excus- 
able non-use filed under Section 8 of the Trademark Act, is 
amended by deleting the last sentence referencing the inapplica- 
bility of certificates of mailing provided by § 1.8. 

Section 5.33 (entitled “Correspondence”) is amended to 
change the correspondence address to “Assistant Commissioner 
for Patents (Attention: Licensing and Review), Washington, 
D.C. 20231.” 

Section 10.23(c)(9) is revised to reflect the fact that the 
certificate of mailing by Express Mail is no longer a requirement 
of § 1.10. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
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of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 


Comment 1: One comment suggested that the Office return to 
a single mailing address. 

Response: Addressing correspondence to specific areas within 
the agency, in accordance with § 1.1, reduces the amount of 
sorting required. Except as set out in § 1.1(a)(3)(iv), mail will 
be delivered within the Office regardless of how it is addressed. 
Nevertheless, use of a specific address should produce faster 
results for correspondents and savings to the Office in terms 
of reduced time and cost. The suggestion to address mail to a 
single mailing address will not be adopted. 

Comment 2: Three comments requested a clarification of the 
reference to “organizations reporting to the Assistant Commis- 
sioner for Patents” in § 1.1(a)(1), suggested that each organiza- 
tion be identified, and noted that the change of address from 
“Commissioner of Patents and Trademarks” to “Assistant Com- 
missioner for Patents” is confusing. 

Response: Section 1.1(a)(1) has not been amended to list “orga- 
nizations reporting to the Assistant Commissioner for Patents.” 
The vast majority of mail to be addressed to the Assistant 
Commissioner is intended for the Examining Groups. Further- 
more, once a list of organizations is established in the rule, 
amendment to such a list would require implementation of a 
rule change. However, a list of papers that should be addressed 
to the Assistant Commissioner for Patents appears under the 
heading “Patent-Related Mail” in the Supplementary Informa- 
tion section. 

Comment 3: Two comments requested clarification concerning 
how a new application incorrectly addressed to the Commis- 
sioner of Patents and Trademarks, Washington, D.C. 20231, 
will be treated. Two comments opposed the address change in 
§ 1.1, if the benefit of obtaining a filing date is conditioned 
upon the correspondence address being addressed correctly. 
Response: Except for certain mail addressed incorrectly to the 
Office of the Solicitor, there will be no penalty for addressing 
a document to the wrong area within the Office, as long as 
one of the approved addresses is used. Use of the specific 
addresses listed within § 1.1 is strongly encouraged because it 
will facilitate the process both for the Office and the filer. 
Accordingly, a new application incorrectly addressed to the 
Commissioner will be treated the same as if the application 
was addressed to the specific Assistant Commissioner. 
Comment 4: One comment supported the separate mailing 
addresses for mail directed to the Assistant Commissioner for 
Patents, Assistant Commissioner for Trademarks, Solicitor and 
the Commissioner, but viewed the practice under § 1.1(a)(3) 
with respect to correspondence to the Office of the Solicitor 
as a penalty for correspondents who misaddress mail. 
Response: While the language in the proposed rule was based 
on the existing rule, 37 CFR 1.1(g) (1996), which has been in 
effect since 1988, § 1(a)(3)(iv) has been reworded in the final 
rule to state that improperly addressed correspondence “may 
be returned.” This language better represents the intent of the 
rule. The Post Office boxes are located off-site and mail to 
these boxes is handled directly by the Office of the Solicitor. 
The Office of the Solicitor cannot handle large volumes of 
mail from users who choose not to follow Office mailing rules. 
Comment 5: One comment requested clarification on the dis- 
tinction between § 1.1(a) which states that mail “must” be 
addressed to the Assistant Commissioner for Patents and § 
1.1(a)(1) which states that mail “should” be addressed to the 
Assistant Commissioner for Patents, if any. 

Response: The language of |.1(a) has been amended to indicate 
that all correspondence must be addressed either to the “Com- 
missioner of Patents and Trademarks, Washington, D.C. 20231” 
or to specific areas within the Office as set out in paragraphs 
(a)(1), (2) and (3) of § 1.1. 

Comment 6: One comment questioned why it is now merely 
permissible to identify a patent application by its serial number 
and filing date whereas such information was previously man- 
datory. 

Response: The only change to § 1.5 is the elimination of the 
requirement to include the words “PATENT APPLICATION” 
on letters concerning patent applications. Section 1.5 both 
before and after the proposed amendment provides that “[w]hen 
a letter...concerns a previously filed application for a patent, 
it must identify on the top page in a conspicuous location, the 
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application number (consisting of the series code and the serial 
number; e.g., 07/123,456) or the serial number and filing date 
assigned to that application....” Accordingly, correspondence 
must continue to identify a previously filed patent application 
by either (1) the application number, or (2) the serial number 
and filing date. The combination of the serial number and filing 
date is unique by itself. 

Comment 7: One comment objected to the return of correspon- 
dence pertaining to an application that had not yet been accorded 
an application number because some correspondence may 
require immediate action. This person suggested that the Office 
search the computerized records given sufficient other identi- 
fying information, instead of returning the correspondence. 
Response: If the correspondence is returned for failure to iden- 
tify the correspondence with the appropriate information, the 
applicant has the option to return the correspondence with the 
appropriate information within two weeks of the date of the 
cover letter from the Office by utilizing the Certificate of 
Mailing or Transmission procedure under § 1.8 or the Express 
Mail procedure under § 1.10 to obtain the benefit of the date 
of deposit with the USPS. There does not appear to be any 
situation where a file would require immediate action in appli- 
cations where the application number had not been assigned. 
If an application number has already been assigned, it is within 
the filer’s control to supply that information and avoid delays. 
Comment 8: Seven comments opposed the addition of unsched- 
uled closings of the Office to the definition of “Federal holidays 
within the District of Columbia.” The comments noted that 
substantive rights would be at risk for persons filing provisional 
patent applications and applications asserting priority claims 
based on foreign applications should the date on which an 
application must be filed fall on a day that the Office is closed 
for unforeseen reasons. One comment noted that the substantive 
rights of applicants seeking to secure a filing date prior to 
divulging an invention may lose rights if a later filing date, 
resulting from an unscheduled closing of the Office, is subse- 
quent to the date of divulgence. Some of the comments sug- 
gested amending § 1.9 to make an exception for provisional 
patent applications and applications asserting a claim of priority 
based on a foreign application so that the filing date would 
not be affected by an unscheduled closing of the Office. One 
comment also suggested that § 1.9 be amended to distinguish 
between the filing of applications and the filing of responses. 
One comment suggested that the Commissioner allow for filing 
of a non-provisional patent application on Federal holidays 
where the one year anniversary of the provisional application 
falls on a Federal holiday. 

Response: Section 1.6(a)(2) is being amended to delete the 
phrase “unless the date of deposit is a Saturday, Sunday or 
Federal holiday within the District of Columbia in which case 
the date stamped will be the succeeding day which is not a 
Saturday, Sunday or Federal holiday in the District of 
Columbia.” Section 1.6(a)(2) now provides that even if the 
Office is closed because it is a Saturday, Sunday or Federal 
holiday in the District of Columbia, correspondence deposited 
in the “Express Mail Post Office to Addressee” service of the 
USPS in accordance with § 1.10 will be considered filed on 
the date of deposit regardless of whether that date is Saturday, 
Sunday or a Federal holiday within the District of Columbia. 
Therefore, in light of the option to file an application under § 
1.10 on any day and the amendment to § 1.6(a)(2), no substan- 
tive rights would be at risk, and the suggestions, set forth in 
the comments and noted above, have not been adopted. 
Comment 9: Several comments objected to the requirement set 
forth in proposed § 1.10(b) which required deposit of Express 
Mail correspondence directly with the United States Postal 
Service (USPS) to ensure that a copy of the Express Mail label 
marked with the “date in” is received at the time of deposit. 
The reasons generally expressed by commenters were: (1) prac- 
titioners and applicants feel compelled to oversee the work of 
the USPS employee to make certain that the “date in” is marked 
accurately, legibly and in a timely fashion and perceive a loss 
of control over the filing of the document under § 1.10 as a 
result; (2) inefficiency and burden are imposed upon persons 
filing who must actually go to the post office, stand in line 
and generally be confined to fewer hours during the day to 
deposit the Express Mail correspondence directly with the 
USPS than the hours available for deposit in the Express Mail 
drop box: and (3) inequality of opportunity to deposit directly 
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with the USPS for individual practitioners and small firms 
which employ fewer people than larger firms to handle. Two 
comments questioned the Office’s use of the term “deposit” 
and whether the Office exceeded any authority in the perceived 
understanding that the proposed rule was requiring the appli- 
cants or practitioners to do something beyond “depositing” the 
correspondence with the USPS, namely, overseeing the act of 
acceptance of the Express Mail correspondence by the USPS. 
Response: Section 1.10(b) has been amended so that direct 
deposit of correspondence with the USPS is a recommendation, 
rather than a requirement. While the Office strongly urges direct 
deposit of Express Mail correspondence in order to obtain a 
legible copy of the Express Mail mailing label, parties are not 
precluded from using Express Mail drop boxes. Parties who 
do use drop boxes can protect themselves from uncertainty due 
to illegible mailing labels by routinely maintaining a log of 
Express Mail deposits in which notations are entered by the 
person who deposited the correspondence as Express Mail 
within one business day after deposit with the USPS in a petition 
filed under § 1.10(c), (d) or (e). Evidence that came into being 
within one day after the deposit of the correspondence as 
Express Mail may be in the form of a log book which contains 
information such as the Express Mail number; the application 
number, attorney docket number or other such file identification 
number; the place, date and time of deposit; the time of the 
last scheduled pick-up for that date and place of deposit; the 
depositor’s initials or signature; and the date and time of entry 
in the log. Any statement submitted in support of such a showing 
must be verified if made by a person other than an employee 
of the USPS or a practitioner as defined in § 10.1(r) of this 
chapter. 

Comment 10: Several comments opposed the elimination of 
the certificate of mailing by “Express Mail” because it would 
eliminate a reliable mode of proving the date of deposit with 
the USPS. 

Response: The elimination of the requirement for the certificate 
of mailing is adopted primarily to streamline the Office’s pro- 
cessing of Express Mail correspondence. Under the old rule, 
the Office was required to scrutinize the certificate as well as 
the Express Mail label. Under the new rule, the “date in” on 
the Express Mail label would be the only date that the Office 
would look for to determine the filing date. Under the prior 
rule, the certificate of mailing by Express Mail only served as 
proof of a date of deposit when the certificate date was the 
same as the “date in” on the Express Mail label. The certificate 
did not afford protection to an applicant in the event that the 
certificate date differed from the Express Mail label date. There- 
fore, the elimination of the certificate of mailing requirement 
would not eliminate a reliable mode of proving the date of 
deposit. 

Comment 11; Four comments suggested allowing Express Mail 
Corporate Account Mailing Statement of the USPS to serve as 
additional proof “f the date of deposit. 

Response: This suggestion has been adopted. Such records 
would be acceptable as additional proof of the date of deposit. 
Comment 12: One comment requested clarification concerning 
whether deposit of correspondence as Express Mail in the 
Express Mail drop box must be done prior to the last scheduled 
pickup of the day in order to be entitled to the deposit date as 
the filing date of the correspondence. 

Response: Correspondence sent by the “Express Mail Post 
Office to Addressee” service is considered filed in the Office 
on the “date-in” entered by the USPS. Accordingly, if the USPS 
enters the deposit date as its “date-in,” the correspondence will 
receive the deposit date as its filing date. However, if the USPS 
enters a date later than the deposit date as its “date-in,” the 
correspondence will receive the later date as its filing date. 
Section 1.10(d) permits the Office to correct a USPS “date- 
in” error when the correspondence is deposited in an Express 
Mail drop box prior to last scheduled pick up of the day, that 
is, the time clearly marked on the Express Mail drop box 
indicating when the box will be cleared for the last time on 
the date of deposit. Section 1.10(d) sets forth the procedures 
to be followed to be entitled to such a correction. 


Other Considerations 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
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Order 12612, and the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.). This rule has been determined to not be 
significant for the purposes of Executive Order 12866. 

The Office has determined that this rule change has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
the rule changes would not have a significant impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 605(b)). The rule change has no effect on patent fees. 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
Control Number. 

This rule change contains a collection of information subject 
to the requirements of the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501 et seq.), which is currently approved by the 
Office of Management and Budget under Control No. 0651- 
0031. The public reporting burden for the certificate of mailing 
is estimated to average six minutes per response, including the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the data needed, and completing 
and reviewing the collection of information. Send comments 
regarding this burden estimate or any other aspect of this collec- 
tion of information, including suggestions for reducing this 
burden to the Office of System Quality and Enhancement Divi- 
sion, Patent and Trademark Office, Washington, D.C. 20231, 
and to the Office of Information and Regulatory Affairs, Office 
of Management and Budget, Washington, DC 20503. (ATTN: 
Paperwork Reduction Act Project 0651-0031). 


List of Subjects 


37 CFR PART | 


Administrative practice and procedure, Freedom of informa- 
tion, Inventions and patents, Reporting and record keeping 
requirements. 


37 CFR PART 2 

Administrative practice and procedure, Courts, Lawyers, Trade- 
marks 

37 CFR PART 5 


Classified information, Foreign relations, Inventions and 
patents. 


37 CFR PART 10 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 


For the reasons set forth in the preamble and under the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 15 U.S.C. 1123, 37 CFR Parts 1, 
2, 5 and 10 are amended as follows: 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.1 is amended by removing and reserving paragraph 
(g) and by revising the heading and paragraph (a) to read as 
follows: 


§ 1.1 Addresses for correspondence with the Patent and Trade- 
mark Office. 


(a) Except for §§ 1.1(a)(3)(i) and (ii), all correspondence 
intended for the Patent and Trademark Office must be addressed 
to either “Commissioner of Patents and Trademarks, Wash- 
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ington, D.C. 20231” or to specific areas within the Office as 
set out in paragraphs (a)(1), (2) and (3)(iii) of this section. 
When appropriate, correspondence should also be marked for 
the attention of a particular office or individual. 

(1) Patent correspondence. All correspondence concerning 
patent matters processed by organizations reporting to the 
Assistant Commissioner for Patents should be addressed to 
“Assistant Commissioner for Patents, Washington, D.C. 
20231.” 

(2) Trademark correspondence. All correspondence con- 
cerning trademark matters, except for trademark-related docu- 
ments sent to the Assignment Division for recordation and 
requests for certified and uncertified copies of trademark appli- 
cation and registration documents, should be addressed to 
“Assistant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513.” This includes correspon- 
dence intended for the Trademark Trial and Appeal Board. 

(3) Office of Solicitor correspondence. 

(i) Correspondence relating to pending litigation required by 
court rule or order to be served on the Solicitor shall be hand- 
delivered to the Office of the Solicitor or shall be mailed to: 
Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 
22215; or such other address as may be designated in writing 
in the litigation. See §§ 1.302(c) and 2.145(b)(3) for filing a 
notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit. 

(ii) Correspondence relating to disciplinary proceedings 
pending before an Administrative Law Judge or the Commis- 
sioner shall be mailed to: Office of the Solicitor, P.O. Box 
16116, Arlington, Virginia 22215. 

(iii) All other correspondence to the Office of the Solicitor 
shall be addressed to: Box 8, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 

(iv) Correspondence improperly addressed to a Post Office 
Box specified in paragraphs (a)(3)(i) and (ii) of this section 
will not be filed elsewhere in the Patent and Trademark Office, 
and may be returned. 


* eee * 


(g) [Reserved] 


* kK OK OK 


3. Section 1.3 is revised to read as follows: 
§ 1.3 Business to be conducted with decorum and courtesy. 


Applicants and their attorneys or agents are required to con- 
duct their business with the Patent and Trademark Office with 
decorum and courtesy. Papers presented in violation of this 
requirement will be submitted to the Commissioner and will 
be returned by the Commissioner’s direct order. Complaints 
against examiners and other employees must be made in corre- 
spondence separate from other papers. 


4. Section 1.5 is amended by revising paragraph (a) to read as 
follows: 


§ 1.5 Identification of application, patent, or registration. 


(a) No correspondence relating to an application should be 
filed prior to receipt of the application number from the Patent 
and Trademark Office. When a letter directed to the Patent and 
Trademark Office concerns a previously filed application for 
a patent, it must identify on the top page in a conspicuous 
location, the application number (consisting of the series code 
and the serial number; e.g., 07/123,456), or the serial number 
and filing date assigned to that application by the Patent and 
Trademark Office, or the international application number of 
the international application. Any correspondence not con- 
taining such identification will be returned to the sender where 
a return address is available. The returned correspondence will 
be accompanied by a cover letter which will indicate to the 
sender that if the returned correspondence is resubmitted to the 
Patent and Trademark Office within two weeks of the mailing 
date on the cover letter, the original date of receipt of the 
correspondence will be considered by the Patent and Trademark 
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Office as the date of receipt of the correspondence. Applicants 
may use either the Certificate of Mailing or Transmission proce- 
dure under § 1.8 or the Express Mail procedure under § 1.10 
for resubmissions of returned correspondence if they desire to 
have the benefit of the date of deposit with the United States 
Postal Service. If the returned correspondence is not resub- 
mitted within the two-week period, the date of receipt of the 
resubmission will be considered to be the date of receipt of the 
correspondence. The two-week period to resubmit the returned 
correspondence will not be extended. In addition to the applica- 
tion number, all letters directed to the Patent and Trademark 
Office concerning applications for patents should also state the 
name of the applicant, the title of the invention, the date of 
filing the same, and, if known, the group art unit or other 
unit within the Patent and Trademark Office responsible for 
considering the letter and the name of the examiner or other 
person to which it has been assigned. 


**e eK * 


5. Section 1.6 is amended by revising paragraph (a) to read as 
follows: 


§ 1.6 Receipt of correspondence. 


(a) Date of receipt and Express Mail date of deposit. Corre- 
spondence received in the Patent and Trademark Office is 
stamped with the date of receipt except as follows: 

(1) The Patent and Trademark Office is not open for the 
filing of correspondence on any day that is a Saturday, Sunday 
or Federal holiday within the District of Columbia. Except for 
correspondence transmitted by facsimile as provided for in 
paragraph (a)(3) of this section, no correspondence is received 
in the Patent and Trademark Office on Saturdays, Sundays or 
Federal holidays within the District of Columbia. 

(2) Correspondence filed in accordance with § 1.10 will be 
stamped with the date of deposit as “Express Mail” with the 
United States Postal Service. 

(3) Correspondence transmitted by facsimile to the Patent 
and Trademark Office will be stamped with the date on which 
the complete transmission is received in the Patent and Trade- 
mark Office unless that date is a Saturday, Sunday, or Federal 
holiday within the District of Columbia, in which case the date 
stamped will be the next succeeding day which is not a Saturday, 
Sunday, or Federal holiday within the District of Columbia. 


**xe eK * 


6. Section 1.8 is amended by revising paragraphs (a)(1)(i)(A) 
and (a)(2)(ii) to read as follows: 


§ 1.8 Certificate of mailing or transmission. 


(a) * * * 
(i)*** 


(i) ** * 

(A) Addressed as set out in § 1.1(a) and deposited with the 
U.S. Postal Service with sufficient postage as first class mail; 
or 


(2) ** * 

(i) ** * 

(ii) Relative to Trademark Registrations and Trademark 
Applications 

(A) The filing of a trademark application. 

(B) [Reserved] 

(C) [Reserved] 

(D) [Reserved] 

(E) [Reserved] 

(F) [Reserved] 


*e EE 


7. Section 1.9 is amended by adding a new paragraph (h) to 
read as follows: 
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§ 1.9 Definitions. 


***e KK 


(h) A “Federal holiday within the District of Columbia” as 
used in this chapter means any day, except Saturdays and 
Sundays, when the Patent and Trademark Office is officially 
closed for business for the entire day. 


8. Section 1.10 is revised to read as follows: 
§ 1.10 Filing of correspondence by “Express Mail.” 


(a) Any correspondence received by the Patent and Trade- 
mark Office (Office) that was delivered by the “Express Mail 
Post Office to Addressee” service of the United States Postal 
Service (USPS) will be considered filed in the Office on the 
date of deposit with the USPS. The date of deposit with the 
USPS is shown by the “date-in” on the “Express Mail” mailing 
label or other official USPS notation. If the USPS deposit date 
cannot be determined, the correspondence will be accorded the 
Office receipt date as the filing date. See § 1.6(a). 

(b) Correspondence should be deposited directly with an 
employee of the USPS to ensure that the person depositing the 
correspondence receives a legible copy of the “Express Mail” 
mailing label with the “date-in” clearly marked. Persons dealing 
indirectly with the employees of the USPS (such as by deposit 
in an “Express Mail” drop box) do so at the risk of not receiving 
a copy of the “Express Mail” mailing label with the desired 
“date-in” clearly marked. The paper(s) or fee(s) that constitute 
the correspondence should also include the “Express Mail” 
mailing label number thereon. See paragraphs (c), (d) and (e) 
of this section. 

(c) Any person filing correspondence under this section that 
was received by the Office and delivered by the “Express Mail 
Post Office to Addressee” service of the USPS, who can show 
that there is a discrepancy between the filing date accorded by 
the Office to the correspondence and the date of deposit as 
shown by the “date-in” on the “Express .Aail” mailing label 
or other official USPS notation, may petition the Commissioner 
to accord the correspondence a filing date as of the “date-in” 
on the “Express Mail” mailing label or other official USPS 
notation, provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
other than the USPS deposit date; 

(2) The number of the “Express Mail” mailing label was 
placed on the paper(s) or fee(s) that constitute the correspon- 
dence prior to the original mailing by “Express Mail;” and 

(3) The petition includes a true copy of the “Express Mail” 
mailing label showing the “date-in,” and of any other official 
notation by the USPS relied upon to show the date of deposit. 

(d) Any person filing correspondence under this section that 
was received by the Office and delivered by the “Express Mail 
Post Office to Addressee” service of the USPS, who can show 
that the “date-in” on the “Express Mail” mailing label or other 
official notation entered by the USPS was incorrectly entered 
or omitted by the USPS, may petition the Commissioner to 
accord the correspondence a filing date as of the date the 
correspondence is shown to have been deposited with the USPS, 
provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
based upon an incorrect entry by the USPS; 

(2) The number of the “Express Mail” mailing label was 
placed on the paper(s) or fee(s) that constitute the correspon- 
dence prior to the original mailing by “Express Mail”; and 

(3) The petition includes a showing which establishes, to 
the satisfaction of the Commissioner, that the requested filing 
date was the date the correspondence was deposited in “Express 
Mail Post Office to Addressee” service prior to the last sched- 
uled pickup for that day. Any showing pursuant to this para- 
graph must be corroborated by evidence from the USPS or that 
came into being after deposit and within one business day of 
the deposit of the correspondence in the “Express Mail Post 
Office to Addressee” service of the USPS. Any statement sub- 
mitted in support of such a showing pursuant to this paragraph 
must be a verified statement if made by a person other than 
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an employee of the USPS or a practitioner as defined in § 
10.1(r) of this chapter. 

(e) Any person mailing correspondence addressed as set out 
in § 1.1(a) to the Office with sufficient postage utilizing the 
“Express Mail Post Office to Addressee” service of the USPS 
but not received by the Office, may petition the Commissioner 
to consider such correspondence filed in the Office on the 
USPS deposit date, provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has no evidence of receipt of the corre- 
spondence; 

(2) The number of the “Express Mail” mailing label was 
placed on the paper(s) or fee(s) that constitute the correspon- 
dence prior to the original mailing by “Express Mail;” 

(3) The petition includes a copy of the originally deposited 
paper(s) or fee(s) that constitute the correspondence showing 
the number of the “Express Mail” mailing label thereon, a copy 
of any returned postcard receipt, a copy of the “Express Mail” 
mailing label showing the “date-in,” a copy of any other official 
notation by the USPS relied upon to show the date of deposit, 
and, if the requested filing date is a date other than the “date- 
in” on the “Express Mail” mailing label or other official notation 
entered by the USPS, a showing pursuant'to paragraph (d)(3) 
of this section that the requested filing date was the date the 
correspondence was deposited in “Express Mail Post Office to 
Addressee” service prior to the last scheduled pickup for that 
day; and 

(4) The petition includes a statement which establishes, to 
the satisfaction of the Commissioner, the original deposit of 
the correspondence, and that the copies of the correspondence, 
the copy of the “Express Mail” mailing label, the copy of any 
returned postcard receipt, and any official notation entered by 
the USPS are true copies of the originally mailed correspon- 
dence and original “Express Mail” mailing label, returned post- 
card receipt, and official notation entered by the USPS. Such 
statement must be a verified statement if made by a person 
other than a practitioner as defined in § 10.1(r) of this chapter. 

(f) The Office may require additional evidence to determine 
if the correspondence was deposited as “Express Mail” with 
the USPS on the date in question. 


PART 2—RULES OF PRACTICE IN TRADEMARK CASES 


9. The authority citation for 37 CFR Part 2 continues to read 
as follows: Authority: 5 U.S.C. 1123; 35 U.S.C. 6, unless 
otherwise noted. 


10. Section 2.165(a)(1) is revised to read as follows: 
§ 2.165 Reconsideration. of affidavit or declaration. 


(a)(1) If the affidavit or declaration filed pursuant to § 2.162 
is insufficient or defective, the affidavit or declaration will 
be refused and the registrant will be notified of the reason. 
Reconsideration of the refusal may be requested within six 
months from the date of the mailing of the action. The request 
for reconsideration must state the grounds for the request. A 
supplemental or substitute affidavit or declaration required by 
section 8 of the Act of 1946 cannot be considered unless it is 
filed before the expiration of six years from the date of the 
registration or from the date of publication under section 12(c) 
of the Act. 


xe KK * 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


11. The authority citation for 37 CFR Part 5. continues to read 
as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100- 
418, 102 Stat. 1567; the Arms Export Control Act, as amended, 
22 U.S.C. 2751 et seq., the Atomic Energy Act of 1954, as 
amended, 42 U.S.C. 2011 et seq., and the Nuclear Non-Prolifer- 
ation Act of 1978, 22 U.S.C. 3201 et seq., and the delegations 
in the regulations under these acts to the Commissioner (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


12. Section 5.33 is revised to read as follows: 
§ 5.33 Correspondence. 
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All correspondence in connection with this part, including 
petitions, should be addressed to “Assistant Commissioner for 
Patents (Attention: Licensing and Review), Washington, D.C. 
20231.” 

PART 10- REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


13. The authority citation for 37 CFR Part 10 continues to read 
as follows: Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 
6, 31, 32, 41. 


14. Section 10.23 is amended by revising paragraph (c)(9) to 
read as follows: 


§ 10.23 Misconduct. 


** * * * 


(c) * ** 


(9) Knowingly misusing a “Certificate of Mailing or Trans- 
mission” under § 1.8 of this chapter. 
* eK KK 


October 24, 1996 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
[1192 TMOG 95] 
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Status of Certification Services 


On November 28, 1995, the Office published an Official 
Gazette Notice entitled “Temporary Suspension of At Cost 
Services for Orders for Certified Copies” (1180 OG 121) to 
advise practitioners and the public of delays in filling orders 
for certified copies of PTO documents. This is an update of 
actual days to mail for orders filled during the month of Feb- 
ruary 1996: 


Certified Product Goal Actual 
Calendar 
Days to 


Mail 


Patent Application-As-Filed, 23 
Expedited 

Patent Application-As-Filed, 39 
Regular 

Patent Related File Wrapper 59 

Patent Copy 13 


Certified Product Actual 
Calendar 
Days to 
Mail 


Trademark Application-As-Filed, 7 
Expedited 

Trademark Application-As-Filed, 17 
Regular 

Trademark Related File Wrapper 25 

Trademark Registration 10 

Trademark Registration, Expedited 3* 


*Business Days 


Delivery of any specific copy will vary based on the availability 
of microfilm products and/or file accessibility. Customers are 
encouraged to fax orders for copies directly to Certification 
Division at (703) 308-9759 and to pay.by PTO Deposit Account, 
MasterCard, or Visa to minimize processing time. Information 
on the status of pending orders may be obtained by calling 
(703) 308-9726 or 1 (800) 972-6382 (outside the. Washington, 
DC Metro area). 
March 7, 1996 WESLEY H. GEWEHR 
Administrator for Information 

Dissemination 
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Telephone Directory 
Office of the Assistant Secretary and Commissioner 
of Patents and Trademarks 


Assistant Secretary and Commissioner 
SIR I nics siviianiigniabsoagsesthansugbinsgtoenios 305-8600 
Executive Assistant 
Olik Chaudhuri 
Office of Civil Rights 
Wayne R. Yoshino 
Deputy Assistant Secretary and Commissioner 
RSIIIR DRONE x ...-scecssndarcohetpconspsesrroessensnce 305-9300 
Office of the Solicitor 
Nancy Linck 
Office of Legislative and International 
Affairs, Talis Dzenitis 
Office of Enrollment and Discipline 
Karen L. Bovard 
Office of Public Affairs 
og EEL TALE AMAT 305-8341 
Board of Patent Appeals and Interferences 
Chief Administrative Patent Judge 
Ns Si, I oe oS cc cncnsceanicosonee 308-9879 
Trademark Trail and Appeal Board 
Chief Administrative Trademark Judge 
J. David Sams 
Office of Patent Quality Review 
Hubert C. Lorin (Acting)...................::::+:+++++- 305-3125 
Office of Trademark Quality Review 
Charles J. Condro 
Associate Commissioner and Chief Financial 
Officer, Bradford R. Huther 
Assistant Commissioner for Patents 
(Vacant) 
Assistant Commissioner for Trademarks 
Philip G. Hampton, II 
Chief Information Officer 
Dennis Shaw 


Office of the Associate Commissioner 


305-8292 


305-9035 
305-9300 
308-9618 


305-9200 
305-8800 
305-8900 X40 
305-9400 


Associate Commissioner and Chief Financial Officer 
Bradford R. Huther 305-9200 
Deputy Associate Commissioner for Administration 

and Quality, Theresa A. Brelsford 305-9100 
Center for Quality Services 
Director, Fred DiFiore 
Office of Human Resources 
Director, Alethea Long-Green 
Office of Administrative Services 
RCN SOUND TOMODON. oc sncsnecoccsssnsesenecsssonns 305-8183 
Comptroller 
James R. Lynch 
Office of Budget 
Director, Miguel B. Perez.....2................:002+++- 305-8175 
Office of Finance 
Director, W. B. Erwin 305-8051 
305-8219 


308-5125 


Office of Procurement 
Director, Stanley Livingstone 
Administration for Information Dissemination 
Administrator, Wesley H. Gewehr 
Office of Public Records 
Director, Patrick Rowe 
Assignment Division 
Audrey Britt 
Certification Division 
Robert Fenwick 
Dissemination Support Division 
Sally Bjorge (Acting) 
Center for Patent & Trademark Information 
Director, Vacant 
Patent & Trademark Depository Library 
Program, Martha Sneed 
Public Search Services Division 
Chery! E. Kazenske 
General Information Services Division 
Jeanne Oliver 
Office of Electronic Information Products 
Director, Jane S. Myers ; 


305-9110 
308-9743 
308-9706 
308-9700 
308-9748 
308-3924 
308-3924 
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Office of Planning and Evaluation 
Frances Michalkowicz 


Office of the Assistant Commissioner 
for Patents 


305-8510 


Assistant Commissioner for Patents 

(Vacant) 

Deputy Assistant Commissioner for Patent 
Policy and Projects, Stephen G. Kunin 
Office of Patent Programs Control 

Director, Richard H. Rouck 
Office of Patent Policy Dissemination 
Director, Manuel A. Antonakas 
Patent Academy 
Program Manager, Dick McGarr..............- 308-9660 
Manual of Patent Examining Procedure 
Editor, Magdalen Greenlief 305-8813 
Technical Support Academy 
Program Manager, Angela Allgood 
Patent Application Management Office 
Director, Kay Melvin 
Office of Petitions 
Director, Abraham Hershkovitz 
Special Program Law Office 
Lead Legal Advisor, Robert J. Spar 
Search and Information Resources 
Director, John F. Terapane, Jr. 

Deputy Assistant Commissioner for Patents 
Edward R. Kazenske 
Patent Examining Corps 

Chemical Examining Groups 
Group 1100, Director, John E. Kittle 308-1495 
Group 1200, Director, Richard V. Fisher . 308-0193 
Group 1300, Director, Barry S. Richman. 308-1193 
Group 1500, Director, Theodore Morris... 308-2359 
Group 1800, Director, 

John J. Doll 

Electrical Examining Groups 

Group 2100, Director, Stewart Levy 


305-8800 
305-8850 
305-9182 


305-9219 
308-5188 
305-9285 
305-9285 


308-1123 
308-0658 


Group 2200, Director, Robert E. Garrett .. 306-4174 


Group 2300, Director, Bobby R. Gray ..... 305-9700 
Group 2400, Director, Gerald Goldberg ... 308-5443 
Group 2500, Director, Janice A. Howell .. 308-0530 
Group 2600, Director, Nicholas Godici.... 305-4800 
Mechanical Examining Groups 
Group 3100, Director, 
Margaret A. Focarino 308-1134 
Group 3200, Director, Carlton R. Croyle . 308-1078 
Group 3300, Director, John J. Love 308-0873 
Group 3400, Director, Donald G. Kelly ... 308-0975 
Group 3500, Director, Al L. Smith 308-1020 
Deputy Assistant Commissioner for Patent 
Process Services, Richard Bawcombe 
Office of Initial Patent Examination 
Manager, Thomas L. Koontz 
Initial Patent Examination Division 
Sallye Rayford 
Micrographics Division 
Gloria Newson 
PCT International Division 
Director, Deborah Kyle 
Office of Publications and Dissemination 
Director, Richard Bawcombe 
Publishing Division 
Mary L. Measkill 
Statistical Analysis Division 
Nancy Hurd 
System and Contract Division 
Edwin P. Hall 


305-8594 
308-0910 
308-2852 
308-6025 
305-3616 
305-8594 
305-8237 
305-8263 
305-8263 


OFFICE OF ASSISTANT COMMISSIONER 
FOR TRADEMARKS 


Assistant Commissioner, 
Philip G. Hampton, II 

Deputy Assistant Commissioner, 
Robert M. Anderson 

Office of Quality Review, Director, 
Charles J. Condro 


305-8900 X40 
305-8900 X43 
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Trademark Trial and Appeal Board, 
Chairman, J. David Sams 
Trademark Examining Groups 
Director, David E. Bucher 308-9100 X200 
Administrator for Petitions and Classification 
Jessie N. Marshall 308-8900 X48 
Administrator for Trademark Procedures 
and Special Projects, 
Mary C. Cipparone 
Law Office 101, Managing Attorney, 
E. Ronald Williams 
Law Office 102, Managing Attorney 
Myra Kurzbard 
Law Office 103, Managing Attorney, 
Kathy Erskine 
Law Office 104, Managing Attorney, 
Sidney Moskowitz 
Law Office 105, Managing Attorney, 
Thomas Howell ............:.ccccscessesceceseeeees 308-9105 X105 
Law Office 106, Managing Attorney, 
Mary Sparrow 
Law Office 107, Managing Attorney, 
Thomas Lamone..............:.scseseeeeeseesees 308-9107 X107 
Law Office 108, Managing Attorney 
David Shallant 
Law Offtee 109, Managing Attorney, 
Deborah Cohn 


308-9300 


308-8900 X53 
308-9101 X101 
308-9102 X102 
308-9103 X103 
308-9104 X104 


308-9106 X106 


308-9108 X108 
308-9109 X109 


Abandonments: 

Withdrawing the Holding 
Affidavits under 37 CFR 1.31 
Address: 

Office mailing 
Allowance, errors in notice of. 


Application: 

Receipt Acknowledgement .... 
Apostille 
Arbitration of Patent Interference cases 
Assignments: 


Uniformity in submitting assignee mames.........................39 
Attorney qualifications for admission te 


practice before PTO 135,137 


Biotechnology, Computer Readable Form 
Sequence Listing 
Biological material deposit 
Biotechnology,.Special Status .. : 
Box numbers SRE AAS RN 


Cc 
Cancer, Petitions to Make Special 
Certificate of Mailing Waiver Under 37 CFR 1.10. 
Certified Copies, termination of services..............::::::esee+e 63 


Certificate of correction 
To perfect claim for priority under 35 


Change of Address. 
I rr ds isan asndewensscdhegelasacenssensanse iedpiataacea’ 103 
Claims: 
Product and Process, 35 USC 103(b)1 ... 
Separate Patentability of 
CN Ee iss enctesababecsacosscanqnesigeiAbaraseassivitdampnaanbiee 20-26 
Comments, Request for 
Copyright and Neighboring Rights ................::cccscsseseeseeees 79 
Nucleic Acid Sequence 
Technical Document Strategy 
Therapeutic and Diagnostic Methods...............:.::sess+eeese0 81 


U.S. PATENT AND TRADEMARK OFFICE 


1194 TMOG 559 


Computer programs, guidelines 
Communications with PTO 
COMMIRICE- ONE PROP PVCIMBOD 5 ois Science csssscscceincsensnsncsedcunsdia 32 
Continuation application under 37 CFR 1.60 38,59,60 
Continuing application procedure 
Correspondence: 
Identify with Issue Batch No 
Necessary information on papers . 
Post card receipts 
Relating to interferences 
With Solicitor 
Court papers served on Commissioner ... 


DAYPRO oxaprozin 
Declarations, 37 CFR 1.63 
Deposit accounts: 

General authorizations 

Issue Fee Charges 

Statutory fee charges.... 
Depositions, examiner 
Deposits of microorganisms 
Design Application with Computer Generated ICONS........ 92 
Diligence in Petitions to Revive 
Disclosure Document Program 
Disciplinary Proceedings 
Drawings: 

Changes in drafting practice 

Color in utility applications... 

Correction procedures 

ee ee ee 
Drug 2-year exclusivity period 
Duty of disclosure 


Education, practitioner 

Electronic Exchange of Priority Documents.. 
Eurasian Patent Convention 

Examiner Training 

Express Mail, Waiver 

Extraordinary Situation, Relief 


Facilities use regulations 
Fastener Quality Act 
Fees 
PRR I Teno cscs necinnnnan acts aneested 42 
Codes Posting 
Document supply .. 
Filing 


Maintenance .... 
Miscellaneous.. 


Unpaid fee check 
File wrapper continuing application procedure 
Final Utility Examination 
First Class Mail, Returned... 


Guidelines: 

Computer-Implemented Inventions ...................:+-++ 90.91,93 
Design Application for Computer-Generated ICONs.......92 
Implementing changes in 35 USC 

I eR A ein ctnsDicn pean sotbicherenonanivecsttScsaaenes 111 
Means Or Step Plus Function Limitation Under 

SN Ma ass ks samdhvvcgincacsntineaqnionacteaeinensttibcs tote csden’ 87 
NN sss csicncccciecccnneccseqanerenenasnaeiatnel 83,88 
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H. R. 6260, Legislative history 

Hague Convention accession 
HIV/AIDS, Petitions to Make Special ... 
Holidays 

Hours of Operation 


Identifying information on papers 
In re Ochiai, Brouwer and 35 USC 103(b)! .... 
Indexing Assignments 
Information disclosure statement 
EE IE A. OOO 83-123 
International Classification Designation for 
Design Applications 
Availability of Interference Files 
Interviews, viewing of video tape during .. 
Iraqi Sanctions no agree is peieiesksinesse 


L 
Legislative history (H.R. 6260) 
License for foreign filing 


Limitation under 35 USC 112.................. 


M 


I konto csin coeasnasosncnnsodeipsoPeasiiessiabersngbaonsaphesoen 28-31 
Mail, Returned ail 

Mailing address, PTO 

Maintenance fees 

Member Countries, PCT.. 

Metric equivalents............ Renee 
SS ERE ee 7 Ae ee eee 86 


N 


IRIN 50 sacs ecole onsemctnctnavtcubeencdabasoscccuteearsed 65 
Notice of Hearings 
INNES PARI ICES oon ons ns cmcetcbcc ses esinenssnstsnssccanesasesd 80 
Technical Documentation Strategy seisdiesscidesseacenboleeee 82 
Therapeutic and Diagnostic Methods.................::00000+008 81 
Notice of Meeting 
Re: Sequence Search Systems......................0:...0:0......00s00 104 
DIN IOS ones chine casccpiescsepscencesionzanses 101,102 


oO 


Oath, Information necessary to Identify Specification 


Passes to enter PTO 
Patent Action Survey Results 
Patent Assistance Center 
Patent Cooperation Treaty: 
SR a SR aR SARE eRe 
140-143 

I ie incase saaneeniin ncincie oticpnssnscecninoncend 139 

Miscellaneous amendments ....... 

National stage acceptance 
Patent process, reengineering 
Patent Term Extension 
20-Year Term 
Patent Reinstatement. asset es 
in stds ct cerec mec vappcnins ei veonasaadbataseornngs acess Cit 
Petitions: 

Se NORINN NOMMINDNG 555 sks ttcnisn Parlin Sc begandoconbsnbosisoeoaiill 10 
Plant patents ... 129,130 
Post card receipt ee 
PN SIND UN FD osc cceicnrccnctseaceocnscceseseces 1 36. 137 
Prior Art: 

Citation of 

Unpublished 


OFFICIAL GAZETTE 


Priority: 
Electronic Exchange 
Based on 35 U.S.C.120 
Right of priority in Taiwan 
Using certificate of correction to perfect 
35 USC 119 claim 
Provisional Applications 
Public Law 96-517 
Public Law 97-247... 


Receipts, post card 
Registration Examination for Patent Practioners 
Reexamination: 
Duty of Disclosure 
Failure to respond timely... 
Public Law 96-517 
Refunds 
Reinstatement of Patents 
Rejections under 35 U.S.C. 102(f) or (g)/103 
Report on Public Law 97-247 
Report on Quality Reinforcement Program... 
Restarting Response Periods 
Revival of abandoned applications.................:ccsseeeeeeees 69,70 
Rule changes: 
Arbitration of patent interference cases, 
effective May 27, 1987 124 
PMN PII iain. ssoecsecskesesicnsscsssneecvansicactioeess ODOM 
Automated Search System Fees, 
effective Nov. 13, 1990 
Changes in Practice Relating to Filing 
EL LEA ELL RT ETN 
Change in Procedure Relating to Filing 
Date, effective July 22, 1996 
Changes in Signature and Filing Requirements 
in Correspondence, effective 
Changes to Implement 20 Year Term and 
Previsional Applications (eff. June 8, 1995) 
Communications with the PTO (proposed) 
Cross Appeals in Patent and Trademark 
Disciplinary Proceedings (eff. Jan. 16, 1996) ..... 
Deposit of biological material, 
effective Jan. 1, 
Duty of Disclosure 
Fees, effective Oct. 1, 
Fees effective Oct. 1, 1992..... 
Fees, effective Oct. 1, 1996.............. 
Foreign filing amendments............... aw 
Government Employee Invention..............::.:cssscsscseeees 3 
Interference Proceeding (effective Sept. 27, 1991)........ 
Judicial Review, effective Aug. 20, 1989 
Miscellaneous changes in patent , 
effective Jan. 3, 1994 
effective Sept. 23, 1996 
Patent Cooperation Treaty 
Provisions, effective May 1, 1993 .0........eeeeeeeeeee 
Revision of Patent Cooperation Treaty 
SNOUT SOI oo hhycticaiscscevowahbjnoroibntvetenstesened 
Patent Appeal & Interference Practice 
GE NINN UID ase cccecncisnseectnnissonssrsennsnebtinaen 2 
Patent Interference, Burden of Proof 
RRR MONE IED os crnsinnsyeyservisessaceasenonssepsncvosenssas Ole 2 
Patent Interference Practice-Separate 
Patentability of Claims (proposed) 118 
chips effective Aug. 1. 1988 .. 108 
Provisional Applications (effective June 8, 1995)............ 94 
Amendments to Rules for Extension of Patent Term 
CN Bey. WT, TFS)... nn is ieatisncccnscctrudysssanissneats 97 
Reinstatement of Patents, Interim Rules, 
eS Le | co aE CSE Re ae 71 
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Request for identifiable records, effective 

Dec. 30, 1988 
Revision of Fees, 

CEMCRN OEE TS NOD iain stasis sisa deb aidcctnsesccevenvebeasiaed 43 
Revival of Patent applications and 

Reinstatement of Patents, 

RUN OE, IN, IB nao n sie cecnces nnn sncosdoonigiosipouickeesaare 70 
Reengineering efforts .- 145,147-149 
Reexamination (proposed) 

Service of Process and Testimony of Employees ...127,128 
Special Mail Box 2 


Sanction, Iraqi 
Search facilities in PTO: 
NOOO CMON chrono cen eseosicsecionniitiphasioesesesvaseebane 32 
Regulations 
Violations 
Search fees, PTO automated 
Semiconductor chip protection... 
Sequence Search Systems 
Sequence Listing 
Service of court papers.... 
Signature requirements .... 
Special box numbers............... 
Specials, Petitions to Make ... 
SUMGDS INGQITICS « .65.....52-0200000500-0060050 
Statutory Invention Registration... 
Superconductivity 
Survey of 1991 Patent action (Summary of Results)........... 67 
Symbols in applications 


Testimony, examiner.... 
Training, examiner 
Trademarks: 
Address for Trademark Applications and 
Trademark related Papers 197,200,201 
Advisory Committee for Patents and Trademarks; 
RNIN 5 xistn ti Seen cityaipctomessagatoaies deapinestVlckesoys 230 
Advisory Committee for Trademark Affairs, 
PN spon esitves dasastesa san dgubboniulctucnchcbesssobasin 228,229 
Amended Applications, Examining Procedure for 
Appeals to the Federal Circuit from PTO 
Application Filing Requirements, Questions and 
Answers 
Assignment Cover Sheets 
Assignment, Recorded, Indexing Against.. 
Assignments, “Territorial” 
Automated Search System Fees 
Automated Search System (X-Search) Training for 
PRI NIMOUT soo cThcccenceocossiesphosigbbedibeascxstivedsesb@bphesbdadeses 209 
Availability of Trademark Status Line 
Belarus, Industrial Property Protection in 
Boxes, Special, and “Fee/No Fee” Indicators for 
Trademark-Related Mail and Guidelines for 
Filing Requests to Extend Time to Oppose 
ek ct 2g | Dae AO a oe or RE 201 
CD-ROM Products Now Available from Patent and 
Trademark Office 
Certificate of Mailing 
Certificate of Mailing Requirement under 
C.F.R. 1.10, Waiver 
Certification Services, Requests for ..............:.:::000 232,233 
Certified Copies of Trademark Applications/Registrations 
to be Fumished from Microfilmed Records ...............231 
Certified Copies, Temporary Suspension of “At Cost” 
NI ascetic tase Soscepertcvecteatenacetrcsscvsies ioie in pmionedions 233 
Correspondence Address in Trademark 
Applications, Change of 
Change in Legal Holidays 
Change in Official Gazette Entry to Show Cancellation 
of Fewer Than All Classes 
Change of Address for Trademark Applications 5 
Trademark Related Papers 
Change of Correspondence Address in a 
Applications 
Changes in Format for Publishing Trademarks for 
Opposition 


Changes in How Papers May be Filed in the Patent and 
Trademark Office 
Changes in Practice Concerning Letters of Protest 
Changes in Signature and Filing Requirements for 
Correspondence Filed in the PTO 
Claim of Bona Fide Intention to Use Mark in Commerce 
Required for Receipt of a Filing Date Under 
Section 44 
Classification, International 
Closing of Patent and Trademark Office on Monday, 
January 8, 1996 through Wednesday, 
FR TIM Spinnin gee cease ih pbibiccvinedantinsitdnseee 261 
Closing of Patent and Trademark Office on Friday, 
I I tag I erst seo ancnskt Re sseh eee ascconsssTinbaceson’ 262 
Communications with the Patent and Trademark 
197,271 
Conduct on Patent and Trademark Premises, 
De I nach accor cscs nstcpeccsbicsc caidas RO 
Correspondence Filed in the PTO, Signature and 
Filing Requirements f0r................c::sccssesseseeseeseeeeeeeeeres 203 
Croatia, Regarding Industrial Property Rights in the 
I ai sen sai iactevsas ss escScastesicisoastetitlindlncscincvtatiziciee 255 
Cross-Appeals in Patent and Trademark Office 
Disciplinary Proceedings .................sssessseeeeseseees 244,258 
Czech Republic and Slovak Republic, Industrial 
PUGIOUY PUGOCCHIOIN 11. <.-.a....csscteccevescsiydsssnesesecesesnccoesB OO 
Deposit Account Status Line 
Disciplinary Proceedings, Patent and Trademark 
CIDE SCTORS: AGOUI 1 anon os Lasse esses scesecscsntivesese 244 
Dissemination of Trademark Information... 180 
Drawing Requirements ................:csceeeeeeee 
Drawings 
Due Diligence, Responsibility to Monitor Status of 
Trademark Applications and Registrations 
181,182 
Effect on December 1, 1993 Amendments to Federal 
Rules of Civil Procedure on Trademark 
Trial and Appeal Board Inter Partes 
oS RITE EE Aa «TIRES Bare a Seon 241 
Electronic Filing of Patent and Trademark 
po NEE Fak SEE ape ane, eee 210 
Electronic Ordering of Patent and Trademark Copies, 
Use of Restricted Deposit 
Account for 
Elimination of Requirement for Proof of Service in 
Consented Requests for Extensions of Time to File 
RU i I aca opcisesensecsnsensetehistiocenen 266 
Examination Guide 1-95 
Extension of Time for Filing Notices of Opposition to 
Marks Published in the Official Gazette 
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Extension of Time for Filing Notices of Opposition to 
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Facsimile Transmission, Filing of Certain 
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Fastener Quality Act, Request for Information to Aid in 
Implementation of the Recordation Requirements of 
SIPC con cdsosns scisensginsatesisndasapoaestedibencsics thai 245 
Fax Transmission, Filing of Certain Trademark-Related 
CO ano isn senisensictcnh tha dncaiedineneraiealeaee 
Federal Circuit, Appeals to, from PTO 193,195 
Federal Rules of Civil Procedure, Effect of 
December |, 1993 Amendments on Trademark Trial 
and Appeal Board Inter Partes Proceedings ............... 241 
BG eg nak acca toecede ascomsaneeschonecceasbics 204 
“Fee/No Fee” Indicators for Trademark-Related Mail...201 
Fees, Automated Search System ...............:csccseseee 207,208 
Fees, Renewal, Late-Filed 
Fees, Patent and Trademark, Revision of 
Filing of a Notice of Appeal to the Court of Appeals for the 
Federal Circuit in the Patent and 
Trademark Office 
Filing and Signature Requirements for Correspondence Filed 
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Filing of Papers During Unscheduled Closings of the Patent 
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Former Yugoslav Republic of Macedonia, Regarding Patent 
and Trademark Rights in 256 

Helpful Hints from PTO 174, 198,199,223 

Inadvertently Issued Registration Numbers....................- 216 

Indexing Against a Recorded Assignment 

Initial Processing of Applications 

Interlocutory Decisions by the Trademark Trial and Appeal 


Intemational Protection of Government Emblems and 
SI lisse cis scaiceapussatoesnoobecstsseas pe iisieoen cereus s<codesrostinvsptensapicens 
International Trademark Classification .... 
Interviews Involving Applications 
Iraqi Sanctions Regulations 
Kazakhstan, Industrial Property Protection in... 
Kyrgyz, Regarding Industrial Property in is 
LEP TUONO IIIE BES anna essnseeseoscosecsncnsonncesnnes 171 
Legal Bolidays, Change Gm ............--<0..<-.0.0cess-ne-ccesreonseree 234 
Letters of Protest, Changes in Practice Concerning 
Lithuania, Patent and Trademark Rights in the 
Republic of 
Macedonia, Former Yugoslav Republic of, Regrading Patent 
and Trademark Rights in 256 
Mail, Change of Address for Trademark 


Method of Assigning Registration Numbers to 
Trademark Registrations 

NAFTA Implementation Act, Amendment of Trademark 
Act by 

National Information Infrastructure Initiative, Notice of 
Hearings and Request for Comments on Preliminary Draft 
of Report of Working Group on Intellectual 
Property Rights 

New Telephone Numbers for Trademark Status Line ...184 

New Title for Members of Trademark Trial and Appeal 


Nonregistrability of Misleading Geographic Indications- 
Amendment of the Trademark Act by the North American 
Free Trade Agreement Implementation Act 

Notices of Abandonment 

Notice to Subscribers 

Ordering the TMEP (2nd Edition) ..................:.:::sseece0e0 217 

Patent and Trademark Rights in the Russian 
Federation 

Petition to Make Applications Special.. 

Post Registration 

Postal Service Interruption and Emergency in 
Es oe ee 211,264 

Powers of Attomey in Registered Files .............. 

Printing of Use in Another Form Claims ....................... 219 

Procedures for Enforcement of the Regulations Relating 
to the Use of Patent and Trademark Office Records 
ee ant ee an ae ee ee 237 

Proposed Records Control Schedule ......................000:00++- 227 

Public Advisory Committee for Trademark 


Receipt of Filing Date Under Section 44 - Claim of Bona 
Fide Intention to Use Mark in Connnerce Required ..167 

Recordal Fees Associated with the Fastener 
cients bess kabcoonscaessmturasgorestaterecavinsnd 265 


Recording of Documents Affecting Title........................ 220 

Recording of “Territorial Assignments” 

Registration Numbers, Method of Assigning 

Regulations Relating to the Use of Patent and Trademark 
Office Records or Search Facilities .....................-0+. 236 

Renewal Applications and Section 8 Affidavits. 

Renewal of Trademark Registrations 

Renewal and Amendment of Charter of the Public 
Advisory Committee for Trademarks....................000++ 265 

Responsibility to Diligently Monitor Applications and 
Registrations 

Retention Schedule for Trademark Records 

Revised Rules of Practice, Reminders 

Revision of Trademark Fees 

“Revivals” and “Reinstatements” 

Right of Priority in Patent and Trademark Applications 
OEE TES ee A 263 

Rule 2.165 Requirements for Section 8 

Rules Concerning Conduct on Patent and 
ee ETE Ee 238 
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Russian Federation, Patent and Trademark Rights in :...248 

Section 8 Requirements for Trademark Registrations....175 

Section 7 Requests 

Separation of the Patent and Trademark Sections of the 
Official Gazette 

Service of Court Papers on the Commissioner of Patents 
and Trademarks 

Service of Process: Testimony by Employees and the 
Production of Documents in Legal Proceedings 

Signature and Filing Requirements for Correspondence 
Filed in the PTO, Changes in 

Single Copies of the Trademark Official Gazette .......... 215 

Slovak Republic and Czech Republic, Industrial 
RN NUON IIR Scan o econ occas nsoeernesertscstnnecebetcaio 250 

Slovenia, Industrial Property Rights in the 
Republic of 

Special Boxes and “Fee/No Fee” Indicators for Trademark- 
Related Mail and Guidelines for Filing Requests to Extend 
Time to Oppose with the TTAB 

Standardized Disclaimer 

Status Line, Deposit Account.. 

Status Line, Trademark 

Status of Certification Services ... 

Status of Trademark Applications and Registrations, 
Responsibility to Diligently Monitor 

T-Search Printouts as Section 2(d) References 

Telephone Changes for Deposit Account Status Line ...188 

Temporary Suspension of “At Cost” Services for 
Ondlers Tor Cenae Copies ............5.<:..0cectisesesusisessesen 233 

TMEP (2nd Edition), Ordering 

Trademark Assistance Center 

Trademark Drawing Requirements. 

Trademark Examining Operation 

Trademark Examining Procedure for Amended 
Applications 

Trademark Fee, Revision of.... 

Trademark Mail 

Trademark Office Actions 

Trademark Status Information Available on the 
Trademark Status Line 

Trademark Status Line, Availability of. 

Trademark Status Line, New Telephone Numbers for ..184 

Trademark Status Line, Status Information 
Available on 

Transmittals for Use of Deposit Accounts 

Treatment of Correspondence Deposited as: First Class 
Mail Pursuant to 37 CFR 1.8 and Returned by the 
U.S. Postal Service 

Ukraine, Industrial Property Protection in 

United States Postal Service Interruption and 
Emergency in California 

United States Postal Service Emergency in the State 
of California Terminated 

United States Postal Service Non-Delivery of Mail 

Unpaid Fee Checks 

Use of Restricted Deposit Account for Electronic 
Ordering of Patent and Trademark Copies 

Waiver of Certificate of Mailing Requirement under 
37 C.F.R. 1.10 

Waiver of Trademark Rule 2.76(a) 

Weekly Summaries TTAB Final Decisions 

Wording in Verification or Declaration 

X-Search Training for Public Users:................:sceseeee 209 


Unpaid fee chcek 

UPOV convention 

Use of facilities regulations 
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Utility Examination 88,150,151 


Viewing of video tapes during interview ...............:cceceee 73 
Visitor passes and regulations ................:sssscsesseeeesseeseeeee D2 


Withdrawal of attorney 
Withdrawal of Abandonments 





PATENT AND TRADEMARK OFFICE NOTICES 


Patent Cooperation Treaty (PCT) Information 


For information concerning PCT member countries, see the 
notice appearing in the Official Gazette at 1190 O.G. 3, on 
September 3, 1996. 

For use of the European Patent Office as an International 
Searching Authority for international applications filed in the 
United States Receiving Office, see the notice appearing in the 
Official Gazette at 1022 O.G. 52, on September 28, 1982. 

For use of the European Patent Office as an International 
Preliminary Examining Authority for international applications 
filed in the United States Receiving Office, see the notices 
appearing in the Official Gazette at 1080 O.G. 2, on July 7, 
1987, and at 1091 O.G. 2, on June 7, 1988. There is no longer 
a limit on the number of such international applications accepted 
for international preliminary examination by the Europe: 
Patent Office; see the notice appearing at 1116 O.G. 32, on 
July 17, 1990. 

The search fee of the European Patent Office was changed, 
effective July 1, 1996, due to a change in the exchange rate 
of the U.S. dollar with regard to the German mark, and was 
announced in the Official Gazette at 1187 O.G. 73, on June 
25, 1996. 

International fees were changed, effective on January 1, 
1996, due to a change in the exchange rate of the U.S. dollar 
with regard to the Swiss franc, and were announced in the 
Official Gazette at 1181 O.G. 49, on December 19, 1995. 

Certain domestic PCT fees and charges for International 
Search and Preliminary Examination were changed, effective 
October 1, 1996, and were announced in the Official Gazette 
at 1189 O.G. 62, on August 20, 1996. 

The schedule of PCT fees (in U.S. dollars), effective October 
1, 1996, is as follows: 


International Application (PCT Chapter I) fees: 
Transmittal fee 
Search Fee 
U.S. Patent and Trademark Office 
(USPTO) as International Searching 
Authority (ISA) 
— No corresponding prior U.S. 
national application filed 
— Corresponding prior U.S. 
national application filed 
— Supplemental search fee, per 
additional invention (payable only 
upon invitation) 
European Patent Office as ISA 
International fees 


Basic supplemental fee (for each page 


Designation fee per country or region 
— For the first 11 national or 
regional offices designated 
— For each designation in excess of 
11 offices 

Precautionary designation fee and 
confirmation fee for each precautionary 
designation confirmed (PCT Rule 15.5) 
— Designation fee 
— Confirmation fee 


164.00 


International Application (PCT Chapter IT) fees 
associated with filing a Demand for 
Preliminary Examination: 

Handling fee 

Preliminary examination fee 
USPTO as International Preliminary 
Examining Authority (IPEA) 

— USPTO was ISA in PCT Chapter I 


— Additional examination fee, per 
additional invention (payable only 


— USPTO was not ISA in PCT Chapter I 
— Additional examination fee, per 
additional invention (payable only 
upon invitation) 


U.S. National Stage Fees Entity 
Basic National fee 
USPTO was IPEA 

— All claims presented satisfied 
provisions of PCT Article 
33(2) to (4) 

— All claims presented did not 
satisfy provisions of PCT 
Article 33(2) to (4) 

USPTO was ISA but not IPEA 
USPTO was neither ISA nor IPEA 
— Search report has not been 


prepared by the European 
Patent Office or the Japanese 


— Search report has been 
by the European 
Patent Office or the Japanese 


Other National fees 
— For each independent claim in 


— For each claim in excess of 20. 
— For each application containing 
a multiple dependent claim. 
— Surcharge for filing oath or decla- 
ration after the time limit appli- 
cable under PCT Article 22 or 
65.00 
— Processing fee for filing English 
translation after the time limit 
applicable under PCT Article 22 


Sept. 10, 1996 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Notice of Maintenance Fees Payable 


Title 37 Code of Federal Regulations (CFR), Section 1.362(d) 
provides that maintenance fees may be paid without surcharge 
for the six-month period beginning 3, 7, and 11 years after the 
date of issue of patents based on applications filed on or after 
Dec. 12, 1980. An additional six-month grace period is pro- 
vided by 35 U.S.C. 41(b) and 37 CFR 1.362(e) for payment 
of the maintenance fee with the surcharge set forth in 37 CFR 
1.20(h), as amended effective Dec. 16, 1991. If the maintenance 
fee is not paid in the patent requiring such payment the patent 
will expire on the 4th, 8th, or 12th anniversary of the grant. 


Attention is drawn to the patents which were issued on 
January 04, 1994 for which maintenance fees due at 3 years 
and six months may now be paid. The patents have patent 
numbers within the following ranges: 


Utility Patents 5,274,846 through 5,276,921 
Reissue Patents based on the above identified patents. 


1194 TMOG 563 





1194 TMOG 564 


Attention is drawn to the patents which were issued on 
January 02, 1990 for which maintenance fees due at 7 years 
and six months may now be paid. The patents have patent 
numbers within the following ranges: 


Utility Patents 4,890,335 through 4,891,844 
Reissue Patents based on the-above identified patents. 


Attention is drawn to the patents which were issued on 
December 31, 1985 for which maintenance fees due at 11 years 
and six months may now be paid. The patents have patent 
numbers within the following ranges: 


Utility Patents 4,561,121 through 4,562,595 
Reissue Patents based on the above identified patents. 


No maintenance fees are required for design.or plant patents. 


Payments of maintenance fees in patents should be directed 
to “Commissioner of Patents and Trademarks, Box M. Fee, 
Washington, D.C. 20231.” 

For patents based on applications filed on or after Dec. 12, 
1980, but before Aug. 27, 1982, patent owners must establish 
small entity status according to 37 CFR 1.27 if they have not 
done so and if they wish to pay the small entity amount. 

The current amounts of the maintenance fees due at 3 years 
and six months, 7 years and six months, and 11 years and six 
months are set forth in 37 CFR 1.20(e)-(g), as amended. Oct. 
1, 1996, which are reproduced below: 


37 CFR § 1.20 Post-issuance fees 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
Dec. 12, 1980, in force beyond 4 years; the fee is due by 
three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Dec. 
12, 1980 in force beyond 8 years; the fee is due by seven 
years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a design 


or plant patent,.based on an application filed on or after 
Dec. 12, 1980 in force beyond 12 years; the fee is. due by 
eleven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


The amount of the surcharge for paying the maintenance fee 
during the grace period or after expiration of the patent are set 
forth in 37 CFR 1.20(h), and (i) which are reproduced below: 


(h) Surcharge for paying a maintenance fee during the 6 month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and 
six months after the date of the original grant of a patent 
based on an application filed on or after Dec. 12, 1980: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) Surcharge for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee 
where the delay is shown to the satisfaction of the Commis- 
sioner to have been: 


(1) unavoidable 
(2) unintentional 
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Notice of Expiration of Patents 
Due to Failure to Pay Maintenance Fee 


35 U.S.C. 41 and 37 CFR 1.362(g) provide that if the 
required maintenance fee and any applicable surcharge are 
not paid in a patent requiring such payment, the patent will 
expire at the end of the 4th, 8th or 12th anniversary of the 
grant of the patent depending on the first maintenance fee 
which was not paid. 

According to the records of the Office, the patents listed 
below have expired due to failure to pay the required mainte- 
nance fee and any applicable surcharge. 


PATENTS WHICH EXPIRED October 30, 1996 
DUE TO FAILURE TO PAY MAINTENANCE FEES 


Patent Number Serial Number Issue Date 
Re. 33,391 
(4,780,674) 
Re. 34,221 
(4,780,080) 
Re. 34,320 
(4,779,862) 
4,479,271 
4,479,294 
4,479,296 
4,479,305 
4,479,306 
4,479,307 
4,479,308 
4,479,311 
4,479,320 
4,479,329 
4,479,336 
4,479,339 
4,479,341 
4,479,345 
4,479,352 
4,479,359 
4,479,363 
4,479,364 
4,479,372 
4,479,373 
4,479,375 
4,479,383 
4,479,385 
4,479,389 
4,479,399 
4,479,400 
4,479,402 
4,479,404 
4,479,405 
4,479,419 
4,479,421 
4,479,422 
4,479,430 
4,479,432 
4,479,441 
4,479,442 
4,479,446 
4,479,448 
4,479,458 
4,479,461 
4,479,466 
4,479,474 
4,479,479 
4,479,481 
4,479,483 
4,479,486 
4,479,488 
4,479,492 
4,479,499 
4,479,509 
4,479,511 
4,479,517 
4,479,518 


10/16/90 
(10/25/88) 
04/13/93 
(10/25/88) 
07/20/93 
(10/25/88) 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 
10/30/84 


07/301,991 
(06/946,034) 
07/602,841 
(07/000,533) 
07/598,060 
(07/067,946) 
06/314,808 
06/388,135 
06/487,399 
06/357,581 
06/385,772 
06/547,636 
06/363,725 
06/441,259 
06/427,964 
06/307,235 
06/327,036 
06/366,435 
06/364,784 
06/343,675 
06/400,320 
06/576,793 
06/465,417 
06/466,575 
06/522,586 
06/393,627 
06/514,856 
06/389,659 
06/422,515 
06/422,325 
06/381,261 
06/367,881 
06/339,154 
06/299,907 
06/528,984 
06/438,429 
06/436,754 
06/384,973 
06/591 ,368 
06/405,722 
06/588,966 
06/469,019 
06/266,298 
06/550, 165 
06/538,596 
06/398,501 
06/554,362 
06/392,501 
06/357,671 
06/292,691 
06/488,653 
06/544,474 
06/364,796 
06/449,286 
06/343,874 
06/369,913 
06/380,650 
06/426,284 
06/325,595 
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Patent Number Serial Number Issue Date 4,479,877 06/518,172 
4,479,883 06/582,052 
“4,479,519 06/400,670 4,479,884 06/587,875 
4,479,520 06/539,415 4,479,901 06/523,356 
4,479,527 06/438,558 4,479,902 
4,479,528 06/394,587 4,479,904 
4,479,532 06/332,733 4,479,905 
4,479,907 
4,479,908 
4,479,910 


06/401,834 
06/545,686 
06/526,306 


06/563,817 

06/403,441 

06/366,431 

06/326,005 

06/529,251 

06/427,425 

06/380,509 

06/478,450 

06/335,911 06/466,986 
06/499,997 06/588,848 
06/433,521 06/409, 158 
06/385,280 06/461,256 
06/486,272 

06/474,011 

06/457,804 

06/461,938 

06/387,084 

06/327,165 

06/373,702 

06/448,542 

06/396,678 

06/575,902 

06/511,730 

06/527,536 

06/555,227 

06/461 ,572 

06/479,376 

06/547,911 

06/549,284 

06/524,496 

06/526,050 

06/527,832 

06/282,627 

06/390, 109 

06/433,573 

06/546,241 

06/516,575 

06/543,701 

06/544, 187 

06/547,262 

06/401 ,057 

06/318,366 

06/373,573 

06/467,821 

06/355,086 

06/335,618 

06/411,726 

06/516,979 

06/322,066 

06/484,179 

06/537,123 

06/426,664 

06/595,897 480, 06/482,986 
06/544,159 06/439,004 
4,479,874 06/422,238 06/290,644 
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Patent Number Serial Number Issue Date 4,779,417 07/058,372 10/25/88 

4,779,421 07/084,757 10/25/88 
4,480,151 06/399,308 10/30/84 4,779,422 07/056,078 10/25/88 
4,480,154 06/495,088 10/30/84 4,779,432 07/035,323 10/25/88 
4,480,155 06/353,847 10/30/84 4,779,434 07/046, 107 10/25/88 
4,480,157 06/401,860 10/30/84 4,779,444 07/024,812 10/25/88 
4,480,164 06/446,445 10/30/84 4,779,445 07/100,690 10/25/88 
4,480,165 06/326,561 10/30/84 4,779,455 07/081,847 10/25/88 
4,480,166 06/475,318 10/30/84 4,779,457 07/101,664 10/25/88 
4,480,174 06/397,586 10/30/84 4,779,459 06/828,414 10/25/88 
4,480,175 06/418,613 10/30/84 4,779,463 07/003,483 10/25/88 
4,480,177 06/498,263 10/30/84 4,779,473 07/056,170 10/25/88 
4,480,182 06/358,822 10/30/84 4,779,474 06/889, 113 10/25/88 
4,480,183 06/358,823 10/30/84 4,779,478 06/930,897 10/25/88 
4,480,200 06/336,812 10/30/84 4,779,481 07/039,322 10/25/88 
4,480,201 06/390,486 10/30/84 4,779,486 07/067,257 10/25/88 
4,480,203 06/454,667 10/30/84 4,779,487 07/027,245 10/25/88 
4,480,205 06/550,826 10/30/84 4,779,494 07/041,050 10/25/88 
4,480,206 06/356,060 10/30/84 4,779,498 07/116,286 10/25/88 
4,480,215 06/434,810 10/30/84 4,779,499 07/097,450 10/25/88 
4,480,221 06/292,221 10/30/84 4,779,504 07/125,809 10/25/88 
4,480,227 06/508,365 10/30/84 4,779,507 07/078,035 10/25/88 
4,480,235 06/459,013 10/30/84 = 4,779,511 06/753,519 10/25/88 
4,480,241 06/465, 154 10/30/84 4,779,517 07/072,038 10/25/88 
4,480,246 06/435,080 10/30/84 4,779,525 07/007,052 10/25/88 
4,480,248 06/477,572 10/30/84 4,779,532 07/115,497 10/25/88 
4,480,258 06/376,993 10/30/84 4,779,533 07/118,024 10/25/88 
4,480,263 06/416,741 10/30/84 4,779,540 07/009,191 10/25/88 
4,480,265 06/412,632 10/30/84 4,779,544 07/126,626 10/25/88 
4,480,267 06/417,783 10/30/84 4,779,546 07/108,616 10/25/88 
4,480,272 06/363,442 10/30/84 4,779,549 07/029,862 10/25/88 
4,480,275 06/364,737 10/30/84 4,779,566 06/847,766 10/25/88 
4,480,282 06/350,817 10/30/84 4,779,572 07/024,784 10/25/88 
4,480,284 06/428,341 10/30/84 4,779,574 07/113,300 10/25/88 
4,480,287 06/453,264 10/30/84 4,779,575 07/081,311 10/25/88 
4,480,295 06/477 ,639 10/30/84 4,779,576 07/122,702 10/25/88 
4,480,299 06/449,667 10/30/84 4,779,579 07/079,655 10/25/88 
4,480,314 06/379,274 10/30/84 4,779,582 07/084,400 10/25/88 
4,480,319 06/228,475 10/30/84 4,779,586 07/144,331 10/25/88 
4,480,322 06/365,383 10/30/84 4,779,588 07/049,827 10/25/88 
4,480,328 06/368,297 10/30/84 4,779,594 07/039,452 10/25/88 
4,480,330 06/443,263 10/30/84 4,779,596 06/887,824 10/25/88 
4,480,338 06/528,692 10/30/84 4,779,600 06/947,928 10/25/88 
4,779,290 07/023,831 10/25/88 4,779,604 07/040,687 10/25/88 
4,779,295 07/061 ,088 10/25/88 4,779,606 06/945,308 10/25/88 
4,779,307 07/092,365 10/25/88 4,779,611 07/017,712 10/25/88 
4,779,309 07/066,568 10/25/88 4,779,623 06/894,810 10/25/88 
4,779,310 07/052,593 10/25/88 4,779,628 07/061,146 10/25/88 
4,779,311 07/053,337 10/25/88 4,779,633 07/069,794 10/25/88 
4,779,315 07/088,581 10/25/88 4,779,638 07/107,947 10/25/88 
4,779,319 07/027,112 10/25/88 4,779,641 07/094,822 10/25/88 
4,779,320 07/011,899 10/25/88 4,779,642 07/101,682 10/25/88 
4,779,321 07/078,842 10/25/88 4,779,645 07/088,019 10/25/88 
4,779,325 07/082,439 10/25/88 4,779,646 07/073,518 10/25/88 
4,779,326 07/038,117 10/25/88 4,779,654 07/076,546 10/25/88 
4,779,331 07/086,750 10/25/88 4,779,662 07/041,965 10/25/88 
4,779,333 07/100,654 10/25/88 4,779,674 07/126,975 10/25/88 
4,779,337 06/870,704 10/25/88 4,779,675 06/938,019 10/25/88 
4,779,344 07/085,708 10/25/88 4,779,677 07/052,007 10/25/88 
4,779,345 06/872,263 10/25/88 4,779,679 07/122,301 10/25/88 
4,779,347 07/083,327 10/25/88 4,779,681 07/062,855 10/25/88 
4,779,349 07/025,197 10/25/88 4,779,684 07/058,036 10/25/88 
4,779,350 06/852,556 10/25/88 4,779,685 06/936,581 10/25/88 
4,779,352 07/066,791 10/25/88 4,779,690 07/096,537 10/25/88 
4,779,356 07/027,342 10/25/88 4,779,692 07/099,300 10/25/88 
4,779,359 07/079,650 10/25/88 4,779,694 07/054,196 10/25/88 
4,779,360 07/059,023 10/25/88 4,779,698 07/021,209 10/25/88 
4,779,362 07/073,055 10/25/88 4,779,699 07/042,809 10/25/88 
4,779,365 07/110,700 10/25/88 4,779,700 07/061,437 10/25/88 
4,779,369 06/865,952 10/25/88 4,779,701 07/057,105 10/25/88 
4,779,372 06/903,114 10/25/88 4,779,709 06/899,640 10/25/88 
4,779,374 07/140,253 10/25/88 4,779,713 06/921,926 10/25/88 
4,779,375 07/132,482 10/25/88 4,779,714 07/042,969 10/25/88 
4,779,382 07/072,171 10/25/88 4,779,718 06/769,712 10/25/88 
4,779,392 07/047,638 10/25/88 4,779,720 07/033,229 10/25/88 
4,779,399 07/088,937 10/25/88 4,779,724 07/029,082 10/25/88 
4,779,406 07/109,913 10/25/88 4,779,731 06/848,340 10/25/88 
4,779,410 07/138,959 10/25/88 4,779,732 06/883,694 10/25/88 
4,779,411 06/946,751 10/25/88 4,779,734 06/929,536 10/25/88 
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4,779,983 06/860,3 13 10/25/88 
4,779,737 07/010,893 10/25/88 4,779,985 06/945,421 10/25/88 
4,779,740 07/084,409 10/25/88 4,779,991 07/000,173 10/25/88 
4,779,741 07/021,549 10/25/88 4,779,993 06/919,375 10/25/88 
4,779,748 07/057,294 10/25/88 4,780,003 07/101,291 10/25/88 
4,779,749 07/099,465 10/25/88 4,780,010 06/884,527 10/25/88 
4,779,750 07/134,126 10/25/88 4,780,014 07/094,255 10/25/88 
4,779,751 07/034,953 10/25/88 4,780,018 07/024,356 10/25/88 
4,779,753 07/022,747 10/25/88 4,780,026 07/032,901 10/25/88 
4,779,754 07/073,520 10/25/88 4,780,031 07/036,916 10/25/88 
4,779,758 06/406,556 10/25/88 4,780,033 07/110,095 10/25/88 
4,779,759 07/009,492 10/25/88 4,780,041 07/08 1,292 10/25/88 
4,779,771 06/901 ,307 10/25/88 4,780,042 07/057,221 10/25/88 
4,779,774 06/93 1,028 10/25/88 4,780,047 06/720,449 10/25/88 
4,779,776 06/914,811 10/25/88 4,780,048 07/060, 157 10/25/88 
4,779,779 07/172,990 10/25/88 4,780,055 07/041,844 10/25/88 
4,779,782 06/904,972 10/25/88 4,780,061 07/082, 158 10/25/88 
4,779,783 06/825,602 10/25/88 4,780,063 07/106,541 10/25/88 
4,779,784 06/897,212 10/25/88 4,780,069 07/053,594 10/25/88 
4,779,786 06/857,097 10/25/88 4,780,073 07/057,784 10/25/88 
4,779,790 06/940,409 10/25/88 4,780,074 07/055,576 10/25/88 
4,779,791 07/150,952 10/25/88 4,780,081 07/003, 196 10/25/88 
4,779,793 07/117,493 10/25/88 4,780,086 07/100,070 10/25/88 
4,779,799 07/026,405 10/25/88 4,780,094 06/583,282 10/25/88 
4,779,801 06/932,349 10/25/88 4,780,102 06/889,070 10/25/88 
4,779,807 07/118,488 10/25/88 4,780,109 06/946,743 10/25/88 
4,779,809 06/872,789 10/25/88 4,780,114 07/108,501 10/25/88 
4,779,811 07/125,215 10/25/88 4,780,118 07/078,852 10/25/88 
4,779,812 07/005,326 10/25/88 4,780,119 07/103,724 10/25/88 
4,779,819 07/075,999 10/25/88 4,780,121 07/033,944 10/25/88 
4,779,829 06/530,763 10/25/88 4,780,126 07/060, 187 10/25/88 
4,779,830 07/049,735 10/25/88 4,780,128 06/901 ,998 10/25/88 
4,779,831 07/129,610 10/25/88 4,780,130 07/076,448 10/25/88 
4,779,832 07/075,513 10/25/88 4,780,131 06/904,318 10/25/88 
4,779,837 07/013,294 10/25/88 4,780,132 07/047,809 10/25/88 
4,779,838 3 07/114,977 10/25/88 4,780,133 06/928,926 10/25/88 
4,779,840 06/909,785 10/25/88 4,780,139 06/819,542 10/25/88 
4,779,842 07/041,193 10/25/88 4,780,155 07/047,964 10/25/88 
4,779,843 07/09 1,404 10/25/88 4,780,156 06/915,510 10/25/88 
4,779,845 06/452,419 10/25/88 4,780,157 06/889,886 10/25/88 
4,779,848 06/821,898 10/25/88 4,780,166 07/066,579 10/25/88 
4,779,850 07/014,472 10/25/88 4,780,167 07/111,851 10/25/88 
4,779,858 07/001,587 10/25/88 4,780,172 07/000,534 10/25/88 
4,779,868 07/046,434 10/25/88 4,780,173 07/160,755 10/25/88 
4,779,871 06/918,987 10/25/88 4,780,176 06/5 10,088 10/25/88 
4,779,875 07/160,992 10/25/88 4,780,177 07/152,510 10/25/88 
4,779,877 07/154,537 10/25/88 4,780,180 07/133,386 10/25/88 
4,779,878 07/041,012 10/25/88 4,780,184 06/921,494 10/25/88 
4,779,880 07/126,264 10/25/88 4,780,185 07/038,849 10/25/88 
4,779,881 07/096,556 10/25/88 4,780,186 07/064,709 10/25/88 
4,779,886 07/141,375 10/25/88 4,780,188 07/062,201 10/25/88 
4,779,888 07/032,487 10/25/88 4,780,190 07/033,991 10/25/88 
4,779,890 07/002,401 10/25/88 4,780,191 07/067,641 10/25/88 
4,779,891 07/087,302 10/25/88 4,780,193 06/945,254 10/25/88 
4,779,893 07/100,539 10/25/88 4,780,199 07/100,251 10/25/88 
4,779,895 07/081,070 10/25/88 4,780,201 07/133,129 10/25/88 
4,779,897 06/947,635 10/25/88 4,780,202 07/038,433 10/25/88 
4,779,899 07/110,176 10/25/88 4,780,215 07/059,531 10/25/88 
4,779,903 06/795,173 10/25/88 4,780,216 06/932,423 10/25/88 
4,779,909 07/003,472 10/25/88 4,780,217 07/025, 148 10/25/88 
4,779,910 07/010,849 10/25/88 4,780,221 07/062,760 10/25/88 
4,779,913 07/027,559 10/25/88 4,780,237 07/077,257 10/25/88 
4,779,914 07/083,362 10/25/88 4,780,238 06/743,544 10/25/88 
4,779,918 07/045,529 10/25/88 4,780,243 06/864,696 10/25/88 
4,779,923 06/942,508 10/25/88 4,780,244 07/004,589 10/25/88 
4,779,927 07/100,667 10/25/88 4,780,246 07/035,729 10/25/88 
4,779,929 07/078,786 10/25/88 4,780,253 07/021,369 10/25/88 
4,779,931 07/063,499 10/25/88 4,780,255 06/853,413 10/25/88 
4,779,932 07/133,494 10/25/88 4,780,256 07/044,905 10/25/88 
4,779,933 07/121,551 10/25/88 4,780,262 07/015,462 10/25/88 
4,779,936 07/118,281 10/25/88 4,780,270 06/896,030 10/25/88 
4,779,937 07/031,389 10/25/88 4,780,272 06/912,159 10/25/88 
4,779,940 07/170,890 10/25/88 4,780,273 06/827,289 10/25/88 
4,779,951 06/353,381 10/25/88 4,780,274 06/922,863 10/25/88 
4,779,963 07/05 1,639 10/25/88 4,780,278 06/926,036 10/25/88 
4,779,965 06/583,994 10/25/88 4,780,290 06/870,718 10/25/88 
4,779,971 07/000,852 10/25/88 4,780,294 07/010,333 10/25/88 
4,779,974 07/114,779 10/25/88 4,780,305 06/914,777 10/25/88 
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4,780,667 06/748,516 10/25/88 
4,780,311 07/053,973 10/25/88 4,780,670 06/707,937 10/25/88 
4,780,313 06/943,924 10/25/88 4,780,680 06/793,781 10/25/88 
4,780,315 06/802,105 10/25/88 4,780,682 07/111,017 10/25/88 
4,780,321 06/894,383 10/25/88 4,780,683 07/056,781 10/25/88 
4,780,324 07/065,798 10/25/88 4,780,697 07/034, 174 10/25/88 
4,780,325 06/739,981 10/25/88 4,780,698 07/044,866 10/25/88 
4,780,328 06/906,831 10/25/88 4,780,699 07/011,569 10/25/88 
4,780,329 07/098,036 10/25/88 4,780,712 06/946,574 10/25/88 
4,780,330 07/025,396 10/25/88 4,780,713 06/845,584 10/25/88 
4,780,334 07/170,620 10/25/88 4,780,720 06/438,034 10/25/88 
4,780,335 06/859,987 10/25/88 4,780,724 06/853,739 10/25/88 
4,780,337 06/947,026 10/25/88 4,780,729 07/114,838 10/25/88 
4,780,340 07/074,420 10/25/88 4,780,730 06/850,630 10/25/88 
4,780,342 07/075,704 10/25/88 4,780,733 07/140,266 10/25/88 
4,780,344 06/903,001 10/25/88 4,780,735 06/895,826 10/25/88 
4,780,351 07/088,546 10/25/88 4,780,744 07/016,160 10/25/88 
4,780,355 07/052,405 10/25/88 4,780,746 07/075,487 10/25/88 
4,780,358 06/904,880 10/25/88 4,780,768 06/903,899 10/25/88 
4,780,364 07/071,544 10/25/88 4,780,773 07/037,147 10/25/88 
4,780,370 07/061,773 10/25/88 4,780,779 07/122,972 10/25/88 
4,780,374 07/177,251 10/25/88 4,780,784 07/064, 154 10/25/88 
4,780,377 07/046,994 10/25/88 4,780,793 07/055,133 10/25/88 
4,780,388 07/053,864 10/25/88 4,780,801 07/003,639 10/25/88 
4,780,389 07/159,287 10/25/88 4,780,817 06/909,611 10/25/88 
4,780,391 06/907,826 10/25/88 4,780,829 06/945,674 10/25/88 
4,780,396 07/014,969 10/25/88 4,780,833 06/8 13,623 10/25/88 
4,780,408 06/844,338 10/25/88 4,780,834 06/850,264 10/25/88 
4,780,412 06/557,140 10/25/88 4,780,835 06/877,593 10/25/88 
4,780,416 06/944,382 10/25/88 4,780,849 07/166,788 10/25/88 
4,780,437 07/013,472 10/25/88 4,780,851 06/813,216 10/25/88 
4,780,438 07/034,168 10/25/88 4,780,857 07/127,325 10/25/88 
4,780,439 07/034,216 10/25/88 4,780,858 06/947,058 10/25/88 
4,780,440 07/034,289 10/25/88 4,780,862 06/931,103 10/25/88 
4,780,441 07/034,169 10/25/88 4,780,864 07/171,056 10/25/88 
4,780,442 07/034,170 10/25/88 4,780,865 07/045,239 10/25/88 
4,780,452 06/905,243 10/25/88 4,780,867 06/914,461 10/25/88 
4,780,467 07/012,476 10/25/88 4,780,868 07/056,701 10/25/88 
4,780,471 07/068,334 10/25/88 4,780,881 07/157,400 10/25/88 
4,780,472 07/117,887 10/25/88 4,780,882 07/140,962 10/25/88 
4,780,477 06/868, 146 10/25/88 4,780,885 06/754,726 10/25/88 
4,780,485 07/069,502 10/25/88 4,780,887 07/087,319 10/25/88 
4,780,493 06/854,742 10/25/88 4,780,895 07/063,940 10/25/88 
4,780,494 06/722,311 10/25/88 4,780,900 06/854,966 10/25/88 
4,780,501 07/164,767 10/25/88 4,780,902 06/876,763 10/25/88 
4,780,504 06/871,451 10/25/88 5,157,788 07/702,041 10/27/92 
4,780,507 06/939,772 10/25/88 5,157,794 07/680,967 10/27/92 
4,780,510 06/860,178 10/25/88 5,157,796 07/743,852 10/27/92 
4,780,517 06/766,863 10/25/88 5,157,802 07/779,866 10/27/92 
4,780,525 06/907,879 10/25/88 5,157,805 07/684,764 10/27/92 
4,780,532 06/765,001 10/25/88 5,157,810 07/692,714 10/27/92 
4,780,537 07/072,010 10/25/88 5,157,818 07/698,537 10/27/92 
4,780,538 06/828,474 10/25/88 5,157,832 07/863,400 10/27/92 
4,780,543 07/098,996 10/25/88 5,157,833 07/859,130 10/27/92 
4,780,544 06/881,415 10/25/88 5,157,837 07/634,437 10/27/92 
4,780,547 07/069,739 10/25/88 5,157,841 07/649,547 10/27/92 
4,780,557 07/089,468 10/25/88 5,157,842 07/824,919 10/27/92 
4,780,559 06/8 16,432 10/25/88 5,157,850 07/805,054 10/27/92 
4,780,560 07/020,704 10/25/88 5,157,855 07/690,771 10/27/92 
4,780,561 07/131,268 10/25/88 5,157,858 07/796,849 10/27/92 
4,780,562 06/776,063 10/25/88 5,157,860 07/745,160 10/27/92 
4,780,570 07/031,497 10/25/88 5,157,861 07/797,432 10/27/92 
4,780,573 06/878,018 10/25/88 5,157,864 07/783,522 10/27/92 
4,780,574 07/038,926 10/25/88 5,157,865 07/771,130 10/27/92 
4,780,580 07/105,492 10/25/88 5,157,867 07/343,877 10/27/92 
4,780,595 07/090,455 10/25/88 5,157,868 07/726,395 10/27/92 
4,780,605 07/121 ,966 10/25/88 5,157,869 07/619,481 10/27/92 
4,780,621 07/068,353 10/25/88 5,157,872 07/619,100 10/27/92 
4,780,622 07/141,799 10/25/88 5,157,875 07/717,646 10/27/92 
4,780,634 07/070,925 10/25/88 5,157,882 07/515,215 10/27/92 
4,780,640 07/042,890 10/25/88 5,157,883 07/521,137 10/27/92 
4,780,647 07/086,345 10/25/88 5,157,885 07/313,973 10/27/92 
4,780,649 07/112,027 10/25/88 5,157,887 07/723,817 10/27/92 
4,780,653 07/022,243 10/25/88 5,157,890 07/652,997 10/27/92 
4,780,658 06/8 10,667 10/25/88 5,157,905 07/692,554 10/27/92 
4,780,659 07/033,395 10/25/88 5,157,909 07/747,183 10/27/92 
4,780,661 06/891,115 10/25/88 5,157,911 07/620,046 10/27/92 
4,780,662 07/026,242 10/25/88 5,157,912 07/727,644 10/27/92 
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5,518,231 07/719,747 10/27/92 
5,157,924 07/705,527 10/27/92 5,518,248 07/580,580 10/27/92 
5,157,929 07/748,245 10/27/92 5,518,257 07/792,683 10/27/92 
5,157,938 07/781,520 10/27/92 5,518,264 07/660,348 10/27/92 
5,157,945 07/719,989 10/27/92 5,518,267 07/713,525 10/27/92 
5,157,950 07/756,969 10/27/92 5,518,272 07/501,158 10/27/92 
5,157,951 07/799,983 10/27/92 5,518,275 07/721,199 10/27/92 
5,157,953 07/587,266 10/27/92 5,518,283 07/833,123 10/27/92 
5,157,954 07/755,693 10/27/92 5,518,284 07/791,354 10/27/92 
5,157,958 07/724,925 10/27/92 5,518,285 07/741,744 10/27/92 
5,157,959 07/683,297 10/27/92 5,518,286 07/309,737 10/27/92 
5,157,970 07/599,775 10/27/92 5,518,294 07/680, 127 10/27/92 
5,157,981 07/706,183 10/27/92 5,518,295 07/703,681 10/27/92 
5,157,996 07/671,257 10/27/92 5,518,297 07/628,685 10/27/92 
5,157,998 07/827,476 10/27/92 5,518,298 07/823,166 10/27/92 
5,518,020 07/698,667 10/27/92 5,518,299 07/723,373 10/27/92 
5,518,022 07/695,902 10/27/92 5,518,300 07/782,035 10/27/92 
5,518,025 07/683,868 10/27/92 = 5,518,301 07/575,184 10/27/92 
5,518,030 07/876,713 10/27/92 5,518,302 07/764,516 10/27/92 
5,518,032 07/675,446 10/27/92 5,518,303 07/812,633 10/27/92 
5,518,033 07/656,587 10/27/92 5,518,309 07/623,082 10/27/92 
5,518,034 07/840,274 10/27/92 5,518,313 07/743,794 10/27/92 
5,518,036 07/740,322 10/27/92 5,518,316 07/780,965 10/27/92 
5,518,037 07/566,370 10/27/92 5,518,318 07/332,938 10/27/92 
5,518,041 07/813,886 10/27/92 5,518,321 07/773,153 10/27/92 
5,518,042 07/81 1,023 10/27/92 5,518,323 07/754,469 10/27/92 
5,518,044 07/757,183 10/27/92 5,518,326 07/377,632 10/27/92 
5,518,047 07/524,087 10/27/92 5,518,331 07/660,755 10/27/92 
5,518,049 07/830,179 10/27/92 5,518,334 07/655,062 10/27/92 
5,518,066 07/772,165 10/27/92 5,518,337 07/614,848 10/27/92 
5,518,067 07/779,871 10/27/92 5,518,341 07/656,642 10/27/92 
5,518,070 07/554,118 10/27/92 5,518,342 07/716,669 10/27/92 
5,518,072 07/433,453 10/27/92 5,518,344 07/468, 185 10/27/92 
5,518,073 07/629,376 10/27/92 5,518,354 07/580,651 10/27/92 
5,518,074 07/776,974 10/27/92 5,518,356 07/833,024 10/27/92 
5,518,082 07/573,342 10/27/92 5,518,360 07/760,705 10/27/92 
5,518,089 07/726,256 10/27/92 5,518,361 07/797,208 10/27/92 
5,518,094 07/598,532 10/27/92 5,518,370 06/910,695 10/27/92 
5,518,096 07/686,075 10/27/92 5,518,380 07/526,728 10/27/92 
5,518,107 07/867 ,402 10/27/92 5,518,387 07/794,716 10/27/92 
5,518,109 07/667,328 10/27/92 5,518,389 07/151,369 10/27/92 
5,518,120 07/702,267 10/27/92 5,518,394 07/502,838 10/27/92 
5,518,122 07/634,018 10/27/92 5,518,396 07/833,052 10/27/92 
5,518,123 07/657,145 10/27/92 5,518,397 07/695,296 10/27/92 
5,518,125 07/768,163 10/27/92 5,518,399 07/8 13,684 10/27/92 
5,518,130 07/476,470 10/27/92 5,518,404 07/334,333 10/27/92 
5,518,137 07/709,590 10/27/92 5,518,411 07/533,795 10/27/92 
5,518,138 07/856,521 10/27/92 5,518,413 07/672,566 10/27/92 
5,518,141 07/684,944 10/27/92 = 5,518,414 07/694,544 10/27/92 
5,518,143 07/713,413 10/27/92 = 5,518,415 07/773,241 10/27/92 
5,518,144 07/684,672 10/27/92 5,518,417 07/610,005 10/27/92 
5,518,145 07/737,996 10/27/92 5,518,418 07/515,692 10/27/92 
5,518,155 07/595,553 10/27/92 5,518,428 07/670,587 10/27/92 
5,518,159 07/279,595 10/27/92 5,518,429 07/736,479 10/27/92 
5,518,164 07/759,235 10/27/92 5,518,436 07/668,033 10/27/92 
5,518,165 07/815,084 10/27/92 5,518,451 07/504,644 10/27/92 
5,518,167 07/602,284 10/27/92 5,518,456 07/649,954 10/27/92 
5,518,168 07/535,758 10/27/92 5,518,458 07/720,948 10/27/92 
5,518,169 07/765,028 10/27/92 5,518,459 07/548,587 10/27/92 
5,518,170 07/796,027 10/27/92 5,518,462 07/713,261 10/27/92 
5,518,171 07/762,393 10/27/92 5,518,476 07/826,920 10/27/92 
5,518,175 07/680,504 10/27/92 5,518,482 07/592,277 10/27/92 
5,518,176 07/570,374 10/27/92 5,518,486 07/667,321 10/27/92 
5,518,179 07/704,213 10/27/92 5,518,489 07/675,194 10/27/92 
5,518,180 07/650,711 10/27/92 5,518,493 07/707,770 10/27/92 
5,518,182 07/711,030 10/27/92 5,518,501 07/642,890 10/27/92 
5,518,187 07/670,185 10/27/92 5,518,507 07/738,789 10/27/92 
5,518,188 07/764,235 10/27/92 5,518,509 07/627,461 10/27/92 
5,518,193 07/743,980 10/27/92 5,518,513 07/758,575 10/27/92 
5,518,194 07/693,680 10/27/92 = 5,518,515 07/747,860 10/27/92 
5,518,196 07/579,076 10/27/92 5,518,516 07/712,733 10/27/92 
5,518,198 07/700,229 10/27/92 5,518,520 07/707,705 10/27/92 
5,518,199 07/705,657 10/27/92 5,518,525 07/823,471 10/27/92 
5,518,202 07/665,266 10/27/92 5,518,532 07/753,972 10/27/92 
5,518,204 07/832,176 10/27/92 5,518,541 07/824,433 10/27/92 
5,518,208 07/699,574 10/27/92 5,518,543 07/605,963 10/27/92 
5,518,214 07/667,468 10/27/92 5,518,546 07/741,779 10/27/92 
5,518,218 07/530,855 10/27/92 5,518,549 07/819,750 10/27/92 
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Patent Number Serial Number Issue Date 5,518,982 07/771,732 10/27/92 
5,518,983 07/771,734 10/27/92 
5,518,550 07/438,264 10/27/92 5,518,984 07/859,896 10/27/92 
5,518,556 07/745,832 10/27/92 5,518,989 07/593,947 10/27/92 
5,518,560 07/460,085 10/27/92 5,519,003 07/593,949 10/27/92 
5,518,562 07/507,948 10/27/92 5,519,015 07/630,656 10/27/92 
5,518,563 07/719,020 10/27/92 5,519,023 07/505,624 10/27/92 
5,518,581 07/736,761 10/27/92 5,519,032 07/562,926 10/27/92 
5,518,586 07/817,329 10/27/92 5,519,033 07/820,820 10/27/92 
5,518,588 07/702,141 10/27/92 5,519,048 07/595,150 10/27/92 
5,518,597 07/586,165 10/27/92 5,519,049 07/688,296 10/27/92 
5,518,599 07/557,720 10/27/92 5,519,050 07/697,847 10/27/92 
5,518,600 07/695,873 10/27/92 5,519,051 07/697,848 10/27/92 
5,518,602 07/836,416 10/27/92 5,519,056 07/625,382 10/27/92 
5,518,604 07/724,093 10/27/92 = 5,519,059 07/529,295 10/27/92 
5,518,610 07/582,339 10/27/92 5,519,060 07/823,674 10/27/92 
5,518,613 07/266,897 10/27/92 = 5,519,069 07/450,912 10/27/92 
5,518,617 07/687,342 10/27/92 5,519,075 07/654,444 10/27/92 
5,518,626 07/675,002 10/27/92 = 5,519,077 07/383,783 10/27/92 
5,518,636 07/316,005 10/27/92 5,519,080 07/629,188 10/27/92 
5,518,642 07/504,922 10/27/92 5,519,084 07/704,935 10/27/92 
5,518,648 07/732,350 10/27/92 5,519,086 07/643,449 10/27/92 
5,518,661 07/674,540 10/27/92 5,519,095 07/712,302 10/27/92 
5,518,662 07/615,759 10/27/92 5,519,098 07/579,511 10/27/92 
5,518,663 07/783,023 10/27/92 = 5,519,101 07/833,199 10/27/92 
5,518,676 07/617,755 10/27/92 5,519,121 07/824,943 10/27/92 
5,518,677 07/764,498 10/27/92 5,519,123 07/694,590 10/27/92 
5,518,692 07/775,941 10/27/92 5,519,130 07/720,084 10/27/92 
5,518,693 07/751,858 10/27/92 5,519,138 07/694,502 10/27/92 
5,518,695 07/784,562 10/27/92 5,519,145 07/750,830 10/27/92 
5,518,698 07/571,567 10/27/92 = 5,519,146 07/754,538 10/27/92 
5,518,699 07/665,621 10/27/92. = 5,519,157 07/679,048 10/27/92 
5,518,708 07/618,973 10/27/92 5,519,175 07/592,267 10/27/92 
5,518,715 07/717,697 10/27/92 5,519,178 07/664,882 10/27/92 
5,518,716 07/576,496 10/27/92 5,519,180 07/584,899 10/27/92 
5,518,729 07/606,611 10/27/92 5,519,185 07/769,220 10/27/92 
5,518,732 07/705,525 10/27/92 5,519,190 07/781,074 10/27/92 
5,518,739 07/721,415 10/27/92 = 5,519,191 07/619,714 10/27/92 
5,518,742 07/805,132 10/27/92 5,519,194 07/756,290 10/27/92 
5,518,748 07/642,643 10/27/92 5,519,195 07/784,239 10/27/92 
5,518,757 07/671,704 10/27/92 5,519,196 07/728,515 10/27/92 
5,518,759 07/546,655 10/27/92 5,519,200 07/685,298 10/27/92 
5,518,763 07/594,598 10/27/92 5,519,203 07/599,003 10/27/92 
5,518,765 07/677,244 10/27/92 = 5,519,211 07/620,051 10/27/92 
5,518,768 07/773,169 10/27/92 5,519,220 07/542,870 10/27/92 
5,518,772 07/763,987 10/27/92 5,519,222 07/624,353 10/27/92 
5,518,774 07/564,112 10/27/92 5,519,229 07/628,313 10/27/92 
5,518,797 07/432,474 10/27/92 5,519,233 07/605,254 10/27/92 
5,518,803 07/716,240 10/27/92 = 5,519,244 07/731,426 10/27/92 
5,518,805 07/681,911 10/27/92. 55,519,255 07/610,035 10/27/92 
5,518,807 07/658,445 10/27/92 5,519,256 07/653,671 10/27/92 
5,518,808 07/701,076 10/27/92 = 5,519,258 07/729,698 10/27/92 
5,518,809 07/630,583 10/27/92 5,519,272 07/383,084 10/27/92 
5,518,811 07/872,385 10/27/92 = 5,519,274 07/659,085 10/27/92 
5,518,818 06/773,849 10/27/92. 5,519,275 07/621,973 10/27/92 
5,518,820 07/530,841 10/27/92 5,519,277 07/602,537 10/27/92 
5,518,823 07/719,630 10/27/92 5,519,289 07/737,486 10/27/92. 
5,518,829 07/753,506 10/27/92 5,519,328 07/379,348 10/27/92 
5,518,846 07/605,065 10/27/92 5,519,332 07/670,359 10/27/92. 
5,518,853 07/587,149 10/27/92 5,519,333 07/233,029 10/27/92 
5,518,862 07/829,815 10/27/92 5,519,343 07/654,899 10/27792 
5,518,868 07/597,070 10/27/92 5,519,345 07/656,193 10/27/92 
5,518,877 07/582,926 10/27/92 5,519,347 07/436,077 10/27/92 
5,518,888 07/836,533 10/27/92 5,519,359 07/683,522 10/27/92 
5,518,891 07/492,227 10/27/92 5,519,360 07/556,329 10/27/92 
5,518,893 07/511,806 10/27/92 5,519,362 07/830,119 10/27/92 
5,518,894 07/603,368 10/27/92 5,519,366 07/565,723 10/27/92 
5,518,900 07/779,448 10/27/92 5,519,370 07/656,232 10/27/92 
5,518,919 07/693,253 10/27/92 5,519,381 07/527,311 10/27/92 
5,518,930 07/449,176 10/27/92 5,519,399 07/737,691 10/27/92 
5,518,936 07/700,686 10/27/92 5,519,400 07/766,238 10/27/92 
5,518,938 07/764,116 10/27/92 = 5,519,401 07/578,182 10/27/92 
5,518,941 07/535,442 10/27/92 = 5,519,411 07/663,852 10/27/92 
5,518,945 07/850,183 10/27/92 5,519,450 07/562,535 10/27/92 
5,518,948 07/762,828 10/27/92 5,519,460 07/498,058 10/27/92 
5,518,951 07/307,665 10/27/92 = 5,519,474 07/465,576 10/27/92 
5,518,963 07/557,816 10/27/92 5,519,497 07/745,438 10/27/92 
5,518,977 07/711,883 10/27/92 5,519,502 07/578,917 10/27/92 
5,518,979 07/340,344 10/27/92 5,519,505 07/531,335 10/27/92 
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Patent Number Serial Number Issue Date 5,519,651 07/798,281 10/27/92 
5,519,654 07/782,557 10/27/92 
5,519,519 07/666,960 10/27/92 5,519,655 07/648,491 10/27/92 
5,519,550 07/460,049 10/27/92 07/692,631 10/27/92 
5,519,559 07/517,862 10/27/92 , 07/720,226 10/27/92 
5,519,561 07/505,153 10/27/92 07/815,826 10/27/92 
5,519,562 07/859,250 10/27/92 5,519 07/596,056 10/27/92 
5,519,567 07/627,153 10/27/92 07/753,832 10/27/92 
5,519,580 07/770,545 10/27/92 10/27/92 
5,519,582 07/591,882 10/27/92 10/27/92 
5,519,596 07/543,560 10/27/92 07/558,813 10/27/92 
07/629,528 10/27/92 
5,519,598 07/518,589 10/27/92 07/451. 265 1027/92 
5,519,605 07/641,279 10/27/92 . 
5,519,613 07/503,288 10/27/92 ON68S, 768 LOzWS2 
19, , 07/680,968 10/27/92 
5,519,614 07/770,231 10/27/92 07/427.844 10/27/92 
5,519,628 07/607,324 10/27/92 07/783.723 10/27/92 
5,519,630 07/707,071 10/27/92 5,519,711 07/469,137 10/27/92 
5,519,639 07/656,758 10/27/92 


Patents Reinstated Due to the Acceptance of a 
Late Maintenance Fee From 11/08/96 


Patent Number Serial Number Filing Date Issue Date 


Re. 34,045 07/585,887 09/20/90 08/25/92 

4,641,127 06/696,467 01/30/85 02/03/87 
06/911,369 09/25/86 08/09/88 
07/042,037 04/24/87 09/11/90 
07/380,154 07/13/89 03/12/91 
07/419,963 10/11/89 

5,089,975 01/12/90 

5,093,130 09/26/89 

5,125,898 10/15/91 

5,127,880 07/595, ‘455 10/10/90 

5,139,040 07/743,177 08/09/91 

5,184,019 07/709,566 06/03/91 


Patents Reinstated Due to the Acceptance of a 
Late Maintenance Fee From 11/15/96 


Patent Number Serial Number Filing Date Issue Date Granted Date 


Re. 34,892 07/662,668 12/05/90 11/19/96 
4,658,805 06/649,424 12/03/84 11/20/96 
4,663,964 06/81 1,868 11/20/96 
4,673,240 06/345,619 11/19/96 
4,727,041 06/852,645 11/18/96 
4,731,458 06/855,720 11/18/96 
4,749,109 06/911,398 11/22/96 
4,888,995 07/269,357 11/19/96 
4,953,473 07/466,770 11/21/96 
5,042,280 07/507,222 11/18/96 
5,049,373 07/553,166 
5,066,328 07/491,260 
5,071,831 07/300,284 01/19/89 
5,080,153 07/644,112 01/18/91 
5,093,921 07/452,358 12/19/89 
5,102,337 07/465,312 01/16/90 

07/435,806 11/13/89 

07/601,296 10/22/90 05/05/92 

07/592,623 10/04/90 05/12/92 

07/745,387 08/15/91 06/02/92 

07/545,399 06/28/90 06/09/92 
5,122,055 07/726,117 06/26/91 06/16/92 


Reissue Applications Filed TERS AND A SINGLE RECEIVER FOR A GARAGE DOOR 

OPENER, Car! Heitschel, et. al., Owner of Record: The Cham- 

Notice under 37 CFR 1.11(b). The reissue applications listed below  berlain Group Inc., Elmhurst, Ill, Attorney or Agent: Timothy 
are open to inspection by the general public in the indicated Examining _E. Levstik, Ex. Gp.: 2211 

Groups and copies may be obtained by paying the fee therefor (37 CFR 

1. cage. 5,190,609, Re. S.N. 08/680,279, July 11, 1996, Cl. 156, 

Re. 35,364, Re. S.N. 08/700,610, Aug. 12, 1996, Cl. 340/ STABLE PRESSURE SENSITIVE SHRINK LABEL TECH- 

825.690, CODING SYSTEM FOR MULTIPLE TRANSMIT- NIQUE, Kenneth S.C. Lin, et. al., Owner of Record: Avery 
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Dennison Corp., Pasedena, Calif., Attorney or Agent: Douglas 
N. Larson, Ex. Gp.: 1301 


5,344,418, Re. S.N. 08/711,685, Sept. 5, 1996, Cl. 606/9, 
OPTICAL SYSTEM FOR TREATMENT OF VASCULAR 
LESIONS, Shahriar Ghaffari, Owner of Record: Inventor, 
Attorney or Agent: Gary W. Hamilton, Ex. Gp.: 3309 


Requests for Reexaminations Filed 


Notice under 37 CFR 1.11(c). The requests for reexamination listed 
below are open to inspection by the. general public in the indicated 
Examining Groups. Copies of the requests and related papers may be 
obtained by paying the fee therefor established in the Rules (37 CFR 
1.19(a)). 

In the event correspondence to the patent owner is not received, this 
notice will be considered to be constructive notice to the patent owner 
and reexamination will proceed (37 CFR 1.248(a)(5) and 1.525(b)). 


D. 318,309, Reexam. No. 90/004,470, Nov. 27, 1996, D21/ 
147, TOY WATER GUN WITH TANK, Bruce M. D’ Andrade, 
Owner of Record: Lamari Ltd., Mt. Laurel, N.J., Attorney or 
Agent: Panitch, Schwarze, Jacobs & Nadel, Philadelphia, Pa., 
Ex. Gp.: 2902, Requester: Alan B. Amron, Syosset, N.Y. 


4,220,263, Reexam. No. 90/004,460, Nov. 19, 1996, Cl. 222/ 
183, COMBINED HOLDER FOR KEYS AND PROTECTIVE 
SPRAY, Albert P. Caruso, Owner of Record: W. Simon Katz, 
Buffalo, N.Y., Attorney or Agent: None, Ex. Gp.: 3104, 
Requester: Michael O. Sturm, Des Moines, Iowa 


4,293,245, Reexam. No. 90/004,463; Nov. 20, 1996, Cl. 405/ 
272, STRUCTURAL SYSTEM AND STRUCTURAL ELE- 
MENTS FOR USE AND CONSTRUCTION OF EARTH 
FILLED WALLS, Felix P. Jaecklin, Owner of Record: 
Inventor, Attorney or Agent: Hayes Soloway Hennessey 


Grossman & Hage, Manchester, N.H., Ex. Gp.: 3506, 
Requester: Bourque Law Offices, Manchester, N.H. 


4,451,562, Reexam. No. 90/004,464, Nov. 22, 1996, Cl. 435/ 
002, BLOOD OXYGENATOR, Roger J. Elgas, et. al., Owner 
of Record: Cobe Laboratories, Inc., Lakewood, Colo., Attorney 
or Agent: John’B. Phillips & John R: Ley, Englewood, Colo., 
Ex. Gp.: 1818, Requester: Owner 


4,469,659, Reexam. No. 90/004,465, Nov. 22, 1996, Cl. 422/ 
046, SAMPLING DEVICE FOR BLOOD OXYGENATOR, 
Gary Carson, et. al., Owner of Record: Cobe Laboratories, 
Inc., Lakewood, Colo., Attorney or Agent: John B. Phillips & 
John R. Ley, Englewood, Colo., Ex. Gp.: 1312, Requester: 
Owner 


4,691,811, Reexam. No. 90/004,471, Nov. 27, 1996, Cl. 188/ 
290, ROTARY DAMPER, Masaru Arakawa, et. al., Owner of 
Record: Nifco, Inc., Yokohama-Shi, Japan, Attorney or Agent: 
Steven W. Weinrieb, Schwartz & Weinrieb, Arlington, Va., 
Ex. Gp.: 3103, Requester: Owner 


5,162,409, Reexam. No. 90/004,467, Nov. 25, 1996, Cl. 524/ 
262, TIRE TREAD RUBBER COMPOSITION; Tomasz S. 
Mroczkowski, Owner of Record: Pirelli Armstrong Tire Corp., 
New Haven, Conn., Attorney or Agent: Ronald J. St. Onge & 
Mary M. Krinsky, St. Onge, Steward Johnston & Reens, Stam- 
ford, Conn., Ex. Gp.: 1505, Requester: Charles M. Cob, Pravel 
Hewitt Kimball & Krieger, Houston, Tex. 


5,360,489, Reexam. No. 90/004,468, Nov. 26, 1996, Cl. 134/ 
042, METHOD OF REMOVING CAULK, Kimberley A. Gaul, 
et. al., Owner of Record: Minnesota Mining and Manufacturing 
Co., St. Paul, Minn., Attorney or Agent: Barry E. Bretschneider, 
Fish & Richardson, Washington, D.C., Ex. Gp.: 1313, 
Requester: Owner 


5,405,685, Reexam. No. 90/004,469, Nov. 26, 1996, Cl. 428/ 
229, PAPERMACHINE CLOTHING, Sanjay R. Patel, Owner 
of Record: Scapa Group-PLC, Blackburn, U.K., Attorney or 
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Agent: Keck Mahin & Cate, Chicago, Ill., Ex. Gp.: 1314, 
Requester: Joseph C. Sullivan, Kane Dalsimer Sullivan Kurucz 
Levy Eisele and Richard, New York., N.Y. 


5,420,391, Reexam. No. 90/004,466, Nov. 22, 1996, Cl. 219/ 
121.47, PLASMA TORCH WITH AXIAL INJECTION OF 
FEEDSTOCK, Lucian B. Delcea, Owner of Record: Metcon 
Services Ltd., Abbotsford, Canada, Attorney or Agent: Brian 
J. Wood, Bull, Housser & Tupper, Vancouver, Canada, Ex. 
Gp.: 2106, Requester: Finnegan Henderson Farabow Garrett & 
Dunner, Washington, D.C. 


5,487,938, Reexam. No. 90/004,472, Nov. 29, 1996, Cl. 428/ 
332, SILICA SUPPORTED TRANSITION METAL CATA- 
LYSTS, Lee Spencer, et. al., Owner of Record: The Dow Chem- 
ical Co., Midland, Mich., Attorney or Agent: Stephen P. Krupp, 
Freeport, Tex., Ex. Gp.: 1316, Requester: Owner 


5,567,906, Reexam. No. 90/004,461, Nov. 19, 1996, Cl. 
102/307, TUNGSTEN ENHANCED LINER FOR A SHAPED 
CHARGE, James W. Reese, et. al., Owner of Record: Western 
Atlas International, Inc., Houston, Tex., Attorney or Agent: 
Richard A. Fagin, Western Atlas International, Inc., Houston, 
Tex., Ex. Gp.: 2204, Requester: Owner 


5,570,616, Reexam. No. 90/004,462, Nov. 19, 1996, Cl. 081/ 
063.1, RATCHETING SCREWDRIVER WITH REVERSING 
CAP HAVING PROJECTING PIN, Christopher D. Thompson, 
et. al., Owner of Record:. Snap-On Technologies, Inc., Crystal 
Lake, Ill., Attorney or Agent: Emrich & Dithmar, Chicago, Ill., 
Ex. Gp.: 3203, Requester: Beere Precision Medical Instruments, 
Inc., c/o Arthur J. Hansmann, Racine, Wis. 


Notice of Expiration of Trademark Registrations 
Due To Failure to Renew 


15 U,S.C. 1059 provides that each trademark registration 
may be renewed for periods of ten years from the end of the 
expiring period upon payment of the prescribed fee and the 
filing of an acceptable application for renewal. This may be 
done at any time within six months before the expiration of 
the period for which the registration was issued or renewed, 
or it may be done within three months after such expiration 
on payment of an additional fee. 

According to the records of the Office, the trademark registra- 
tions listed below are expired due to failure to renew in accor- 
dance with 15 U.S.C. 1059. 


TRADEMARK REGISTRATIONS WHICH EXPIRED 
SEPTEMBER 09, 1996 
DUE TO FAILURE TO RENEW 

Reg. Number Serial Number Reg. Date 
12/07/1915 
12/07/1915 
12/07/1915 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/03/1935 
12/06/1955 
12/06/1955 


107,494 
107,527 
107,568 
330,377 
330,383 
330,407 
330,410 
330,411 
330,426 
330,431 
330,443 
330,469 
330,481 
330,483 
330,484 
330,505 
330,529 
330,540 
330,546 
330,558 
617,025 
617,028 


71/083,718 
71/086,117 
71/084,601 
71/368, 139 
71/368,250 
71/367,577 
71/367,497 
71/367,436 
71/367,310 
71/367,267 
71/368,050 
71/367,850 
71/361,095 
71/360,710 
71/360,362 
71/367,583 
71/365,810 
71/355,778 
71/366,736 
71/367,855 
71/620,623 
71/678,889 
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Reg. Number Serial Number Reg. Date 1,026,017 73/034,002 12/02/1975 
1,026,018 73/039,706 12/02/1975 

617,029 71/617,436 12/06/1955 1,026,019 73/040,821 12/02/1975 
617,049 71/681,894 12/06/1955 73/041,117 12/02/1975 
617,054 71/683,434 12/06/1955 73/034,707 12/02/1975 
71/683,789 12/06/1955 1,026, 73/034,791 12/02/1975 
71/684,418 12/06/1955 73/004,174 12/02/1975 
71/684,419 12/06/1955 73/016,469 12/02/1975 
71/632,850 12/06/1955 73/023,365 12/02/1975 
71/650,666 12/06/1955 73/025,573 12/02/1975 
71/670,756 12/06/1955 73/026,883 12/02/1975 
71/672,844 12/06/1955 73/026,884 12/02/1975 
71/678,907 12/06/1955 73/028,621 12/02/1975 
71/676,207 12/06/1955 73/028,623 12/02/1975 
71/682,910 12/06/1955 73/028,635 12/02/1975 
71/682,911 12/06/1955 73/03 1,905 12/02/1975 
71/675,932 12/06/1955 73/033,032 12/02/1975 
71/668,363 12/06/1955 6, 73/034,116 12/02/1975 
71/668,364 12/06/1955 73/036,545 12/02/1975 
71/672,459 12/06/1955 026,048 73/037 ,228 12/02/1975 
71/687,303 12/06/1955 73/037,385 12/02/1975 
71/667,527 12/06/1955 73/037,600 12/02/1975 
71/670,886 12/06/1955 73/039,465 12/02/1975 
71/671,064 12/06/1955 73/041,114 12/02/1975 
71/673,429 12/06/1955 73/04 1,208 12/02/1975 
71/681,245 12/06/1955 73/041,718 12/02/1975 
71/681,635 12/06/1955 73/043,470 12/02/1975 
71/681,942 12/06/1955 73/006,612 12/02/1975 
71/682,325 12/06/1955 73/027,680 12/02/1975 
71/663,323 12/06/1955 73/028,048 12/02/1975 
71/669,289 12/06/1955 6. 73/035,680 12/02/1975 
71/669,440 12/06/1955 73/04 1,043 12/02/1975 
71/670,778 12/06/1955 73/043,945 12/02/1975 
71/671,461 12/06/1955 73/026,908 12/02/1975 
71/679,097 12/06/1955 73/03 1,452 12/02/1975 
71/682,050 12/06/1955 73/005,114 12/02/1975 
71/668,135 12/06/1955 026, 73/019,671 12/02/1975 
71/679,571 12/06/1955 73/029,247 12/02/1975 
71/680,481 12/06/1955 73/030,648 12/02/1975 
71/670,740 12/06/1955 73/03 1,382 12/02/1975 
71/649,358 12/06/1955 73/03 1,995 12/02/1975 
71/657,586 12/06/1955 73/032,594 12/02/1975 
71/660,244 12/06/1955 73/035,521 12/02/1975 
71/657,034 12/06/1955 73/035,522 12/02/1975 
71/665,106 12/06/1955 73/036,538 12/02/1975 
71/665,449 12/06/1955 73/037,145 12/02/1975 
71/633,743 12/06/1955 73/037,534 12/02/1975 
71/644,808 12/06/1955 73/038,367 12/02/1975 
71/664,244 12/06/1955 73/039,531 12/02/1975 
71/667,552 12/06/1955 73/042,289 12/02/1975 
71/672,505 12/06/1955 73/005,245 12/02/1975 
71/676,438 12/06/1955 73/006,703 12/02/1975 
71/673,357 12/06/1955 73/035,964 12/02/1975 
71/657,770 12/06/1955 73/043,495 12/02/1975 
71/669,478 12/06/1955 73/044,610 12/02/1975 
71/671,440 12/06/1955 73/017,678 12/02/1975 
71/678,643 12/06/1955 73/035,602 12/02/1975 
71/681,364 12/06/1955 73/037 ,064 12/02/1975 
71/673,888 12/06/1955 73/015,897 12/02/1975 
71/672,466 12/06/1955 73/021,524 12/02/1975 
71/678,908 12/06/1955 73/022,275 12/02/1975 
71/679,880 12/06/1955 12/02/1975 
71/655,824 12/06/1955 12/02/1975 
73/011,578 12/02/1975 12/02/1975 
73/030,088 12/02/1975 73/029,339 12/02/1975 
73/030,995 12/02/1975 73/043,436 12/02/1975 
73/035,207 12/02/1975 73/024,984 12/02/1975 
73/040,448 12/02/1975 73/015,856 12/02/1975 
73/044,783 12/02/1975 73/033,165 12/02/1975 
12/02/1975 73/035,366 12/02/1975 

12/02/1975 73/019,445 12/02/1975 

12/02/1975 73/033,586 12/02/1975 

73/020,899 12/02/1975 73/037 ,027 12/02/1975 
73/023,685 12/02/1975 73/038,033 12/02/1975 
73/024,950 12/02/1975 73/001,615 12/02/1975 
73/025,742 12/02/1975 73/005,236 12/02/1975 
73/031,245 12/02/1975 73/020,417 12/02/1975 
73/031,933 12/02/1975 73/022,431 12/02/1975 
73/033,310 12/02/1975 73/024,350 12/02/1975 
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Reg. Number Serial Number Reg. Date 1,026,360 73/043,736 12/02/1975 


026,366 73/009,072 12/02/1975 
6,367 73/019,883 12/02/1975 
6,369 73/035,749 12/02/1975 
6,371 73/038,948 12/02/1975 
6,372 73/040,520 12/02/1975 
6,376 73/026,699 12/02/1975 
6,378 73/032,691 12/02/1975 
73/027,197 12/02/1975 
6, 388 73/030,629 12/02/1975 
73/002,571 12/02/1975 
6, 398 73/03 1,667 12/02/1975 

731034,579 12/02/1975 


1 
1,026,242 73/032,409 12/02/1975 1 
1,026,243 73/035,179 12/02/1975 1 
1,026,246 73/039,404 12/02/1975 1 
1,026,250 73/022,593 12/02/1975 1 
1,026,252 73/027,865 12/02/1975 1 
1,026,256 73/033,018 12/02/1975 1 
1,026,261 73/040,001 12/02/1975 1 
1 
1 
1 
1 
1 
1 


SSSSS88i 


Bint 
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1,026,269 73/043,471 12/02/1975 
1,026,272 73/043,530 12/02/1975 
1,026,273 73/043,624 12/02/1975 
1,026,274 73/043,625 12/02/1975 
1,026,279 73/044,679 12/02/1975 73/041,112 12/02/1975 
1,026,283 73/045,462 12/02/1975 73/042,142 12/02/1975 
1,026,285 73/046,127 12/02/1975 73/043,060 12/02/1975 
1,026,287 73/046,407 12/02/1975 73/044,202 12/02/1975 
1,026,289 73/046,477 12/02/1975 72/461,190 12/02/1975 
1,026,293 73/026,858 12/02/1975 72/463,513 12/02/1975 
1,026,304 73/042,489 12/02/1975 72/457,615 12/02/1975 
1,026,305 73/042,956 12/02/1975 72/462,036 12/02/1975 
1,026,307 731043,465 12/02/1975 1,026,418 72/430,079 12/02/1975 
1,026,313 73/020, 160 12/02/1975 1,026,420 72/446,445 12/02/1975 
1,026,315 73/024,056 12/02/1975 1,026,423 72/449,261 12/02/1975 
1,026,318 73/029,730 12/02/1975 1,026,428 72/45 1,396 12/02/1975 
1,026,319 73/029,731 12/02/1975 1,026,432 72/466,450 12/02/1975 
1,026,320 73/029,733 12/02/1975 1,026,433 72/445,337 12/02/1975 
1,026,323 73/032,733 12/02/1975 1,026,439 72/440,579 12/02/1975 
1,026,326 73/039,942 12/02/1975 1,026,442 72/415,328 12/02/1975 
1,026,327 73/04 1,920 12/02/1975 1,026,444 72/449,945 12/02/1975 
1,026,328 73/043,870 12/02/1975 1,026,448 72/448,330 12/02/1975 
1,026,329 73/043,954 12/02/1975 1,026,450 72/462,275 12/02/1975 
1,026,336 73/030,139 12/02/1975 = 1,026,453 72/352,425 12/02/1975 
1,026,340 73/043,474 12/02/1975 1,026,454 72/368,276 12/02/1975 
1,026,341 73/043,602 12/02/1975 1,026,455 72/453,791 12/02/1975 
1,026,345 73/022,449 12/02/1975 1,026,457 72/462,385 12/02/1975 
1,026,348 73/028,695 12/02/1975 1,026,458 72/350,159 12/02/1975 
1,026,349 73/028,178 12/02/1975 1,026,460 72/443,522 12/02/1975 
1,026,351 73/033,991 12/02/1975 1,026,469 73/016,726 12/02/1975 
1,026,355 73/039,945 12/02/1975 _—_ 1,026,470 73/003,123 12/02/1975 
1,026,357 73/040,428 12/02/1975 1,026,474 73/050,152 12/02/1975 
1,026,358 73/041,561 12/02/1975 1,026,476 73/028,865 12/02/1975 
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Reclassification Alert Report 


This report is a summary of classification changes which became effective by issuance of Classification Orders from October 
through December 1996. Information includes: 


* subclasses established or abolished (major changes) 
* subclass title, indent, or position change 
* changes to existing classes and subclass definitions (minor changes) 


This Reclassification Alert Report may appear from time to time in the Official Gazette and is intended to provide an interim 
notice of classification changes pending publication of the Manual of Classification and revisions thereto. 


The general public may purchase copies of Classification Orders or Classification Definitions by contacting the Editorial Division 
at 703-305-6101 or 703-305-5099. Payment can be made through a Deposit Account, or by check made payable to “Commissioner 
of Patents and Trademarks” and sent to: 

Chief, Editorial Division 

Office of Classification Support 
U.S. Patent and Trademark Office 
Crystal Mall 2, Room 303 
Washington, D.C. 20231 


December 3, 1996 FREDERICK R. SCHMIDT 
Administrator for Search and 
Information Resources 


RECLASSIFICATION ALERT REPORT October—December 1996 
First Last : 
Subclass Subclass Action 
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First Last Order 
Subclass Subclass Action Number 


INDENT CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 

ABOLISH 
ESTABLISH 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
ABOLISH 
ABOLISH 
ABOLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
TITLE CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
ABOLISH 
ABOLISH 
ABOLISH 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
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DEFN CHANGE 
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DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
ABOLISH 
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Last 
Subclass 


Action 
ABOLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
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DEFN CHANGE 
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DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
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First Last Order 
Subclass Subclass i Number 


Ow 
—_— A 


10.1 
11.1 
14.1 
19.1 
32.1 
34.1 
1 
1 
2 
1 
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ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
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ABOLISH 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
ABOLISH 
ABOLISH 
DEFN CHANGE 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ESTABLISH 
ESTABLISH 
424.019 ESTABLISH 
424.029 ESTABLISH 
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First 
Subclass 
424.031 
424.045 
424.051 

424.08 
426.015 
426.021 
426.031 
426.041 
431.051 
431.061 
431.062 

Senee| 
444.2 
449.1 

424.04 
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Last 
Subclass 


424.039 
424.049 
424.059 
424.098 
426.019 
426.029 
426.038 
426.046 
431.055 


Action 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 
ESTABLISH 

TITLE CHANGE 
TITLE CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ABOLISH 
ESTABLISH 
ESTABLISH 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
ABOLISH 
DEFN CHANGE 
ABOLISH 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
DEFN CHANGE 
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POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
POSITION CHANGE 
INDENT CHANGE 
INDENT CHANGE 
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Last 
Subclass 


Class 


117 
143 


661 


FOR 971 


411 


Department of Commerce 
Patent and Trademark Office 


Paper Search File 


The Patent and Trademark Office (PTO) is exploring options 
for relying less on paper as electronic search file enhancements 
are becoming readily and more cheaply available. These options 
would include adjustments to the paper files in the patent Public 
Search Room and patent examiners’ search rooms. Options 
could simplify any possible future relocation of the PTO, and 
will take into consideration the automated data bases now avail- 
able for searching by both the examiners and the public. The 
PTO wants to consider short term trade-off’ s, as well as options 
for the long term. A public meeting will be conducted to receive 
comments on all aspects or issues that should be included as 
part of this review. 

The purpose of the meeting is to identify issues that should 
be considered as part of a review to minimize reliance on and 
use of paper files. Preliminary issues identified for review may 
include the following: 


1. Should the PTO reduce redundant or underutilized U.S. 
and foreign paper search files for patents in the PTO? Additional 
questions for review include the following: 


a. If there are redundant or underutilized paper search files 
of patents, what and where are they? 

b. If the PTO reduces its reliance on the paper search files 
of patents, what should be the plan for doing so? 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


Order 
Number 


1623 
1623 
1623 
1626 
1618 
1618 
1620 
1622 
1622 
1623 
1627 
1626 
1618 
1622 
1624 
1627 
1618 
1620 
1622 
1627 
1618 
1624 
1623 
1628 
1618 
1622 
1618 
1618 
1622 
1618 
1620 
1622 
1626 
1624 
1622 
1628 
1628 
1627 
1618 
1622 
1624 
1620 
1623 


Action 
INDENT CHANGE 
INDENT CHANGE 
INDENT CHANGE 

DEFN CHANGE 
ESTABLISH 
ESTABLISH 

DEFN CHANGE 

DEFN CHANGE 
ESTABLISH 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 

DEFN CHANGE 


c. How should the PTO dispose of paper search files of 
patents found to be surplus? (i.e., destroy, send to a warehouse 
for storage, etc.) 


2. Should the PTO change its policy on automated patent 
system access? Related questions for review include: 


a. Should the PTO suspend the fees for using the automated 
patent search systems if the paper search files are removed 
from the public search facilities? 

b. What is the relationship between quantity, location and 
availability of computer workstations needed and changes made 
to the availability of paper files of patents for both the public 
and examining corps? 

c. Are automated patent image and text search acceptable 
substitutes for the paper files? If they are not acceptable, should 
the PTO establish additional criteria, and what should these 
be? 


3. Should the PTO remove U.S. patents from the prosecution 
file histories which are stored in the files repositories? 


The meeting will be held on February 11, 1997, beginning 
at 1:30 p.m. and ending no later than 4:00 p.m. It will be held 
in Suite 819 of Crystal Park 1, located at 2011 Crystal Drive, 
Arlington, Va. Written comments must be submitted on or 
before February 28, 1997. 

Address written comments to the Commissioner of Patents 
and Trademarks, Attention: Wesley H. Gewehr, Administrator 
for Information Dissemination, Crystal Park 3, Suite 451, 
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Washington, D.C. 20231, or fax to (703) 306-2737. Written 
comments should include suggestions on issues that should be 
a part of the PTO’s review of options. 

For Further Information Contact: Cheryl E. Kazenske, Man- 
ager, Public Search Services Division, by telephone at (703) 
308-3040 or by mail to Patent and Trademark Office, Public 
Search Services Division, Crystal Plaza 3, Room 2C04, Wash- 
ington, D.C. 20231. 
December 10, 1996 LAWRENCE J. GOFFNEY, JR. 
Acting Deputy Assistant Secretary 

of Commerce and 

Acting Deputy Commissioner of 

Patents and Trademarks 


Adverse Decisions In Interference 


In the designated interferences involving the following 
patents, final decisions have been rendered that the respective 
patentees are not entitled to patents containing the claims listed. 


Patent No. 4,835,230, Nitya P. Khasat, Birendra K. Patnaik, 
USE OF A CATIONIC POLYMERIZATION INITIATOR IN 
THE PREPARATION OF THERMOSET POLYMER, Inter- 
ference No. 103,422, final judgment adverse to the patentees 
rendered September 27, 1996, as to claims 1-5. 


Patent No. 4,877,805, Albert M. Kligman, METHODS FOR 
TREATMENT OF SUNDAMAGED HUMAN SKIN WITH 
RETINODS, Interference No. 102,638, final judgment adverse 
to the patentees rendered September 30, 1996, as to claim 5. 


Patent No. 4,941,883, Aldo Venturini, DISPOSABLE 
SAFETY SYRINGE, Interference No. 103,359, final judgment 
adverse to the patentees rendered October 24, 1996, as to claims 
1, 4-6, 8, 10, 12, 14, 15 and 17. 


Patent No. 4,979,084, Martin Krauthamer, FINIAL SUP- 
PORT FOR TABLE LAMP, Interference No. 102,878, final 
judgment adverse to the patentees rendered May 21, 1996, as 
to claims 1 and 3-5. 


Patent No. 4,991,197, Walker C. Morris, METHOD AND 
APPARATUS FOR CONTROLLING TRANSMISSION OF 
VOICE AND DATA SIGNALS, Interference No. 103,466, final 
judgment adverse to the patentees rendered September 25, 1996, 
as to claims 1-21. 


Patent No. 5,013,134, Ronald T. Smith, GHOST-FREE 
AUTOMOTIVE HEAD-UP DISPLAY EMPLOYING A 
WEDGED WINDSHELD, Interference No. 103,070, final 
judgment adverse to the patentees rendered September 28, 1995, 
as to claims 1-16. 


Patent No. 5,068,634, Karen P. Shrier, OVERVOLTAGE 
PROTECTION DEVICE AND MATERIAL, Interference No. 
103,573, final judgment adverse to the patentees rendered Sep- 
tember 30, 1996, as to claims 1-4, 10-12 and 15-20. 


Patent No. 5,084,875, Joseph Weinberger, Gary Bricault, 
James Laird, SYSTEM FOR AUTOMATICALLY MONI- 
TORING COPIERS FROM A REMOTE LOCATION, Intef- 
ference No. 103,166, final judgment adverse to the patentees 
rendered September 4, 1996, as to claims 1-9. 


Patent No. 5,126,323, David T. Rogers, Neil M. Wolfman, 
Jasbir S. Seehra, HOMOGENEOUS PURIFIED K-FGF AND 
COMPOSITIONS CONTAINING THE SAME, Interference 
No. 103,464, final judgment adverse to the patentees rendered 
September 20, 1996, as to claims 1-8. 


Patent No. 5,139,565, Fumio Kimura, Takahiro Haga, Nobu- 
yuki Sakashita, Shigeo Murai, Yuji Nakamura, Shooichi Hon- 
zawa, SUBSTITUTED PYRIDENESULFONAMIDE 
COMPOUNDS, AND HERBICIDAL COMPOSITIONS 
CONTAINING THEM, Interference No. 103,406, final judg- 
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ment adverse to the patentees rendered November 1, 1996, as 
to claims 1-9. 


Patent No. 5,156,315, David T. Green, Henry Bolanos, 
Robert J. Geiste, Wayne P. Young, Stephen W. Gerry, Frank 
M. Rende, Ill, ARCUATE APPARATUS FOR APPLYING 
TWO-PART SURGICAL FASTENERS, Interference No. 
103,319, final judgment adverse to the patentees rendered 
November 7, 1996, as to claims 1-16. 


Patent No. 5,184,195, Eric L. Goldner, TRIAXIAL FIBER 
OPTIC SAGNAC INTERFEROMETER WITH SINGLE 
SOURCE AND DETECTOR, Interference 103,458, final judg- 
ment adverse to the patentees rendered October 16, 1996, as 
to claim 9. 


Patent No. 5,195,969, James C. Wang, George T. Roberts, 
Brian A. Pederson Sr., CO-EXTRUDED MEDICAL BAL- 
LOONS AND CATHETER USING SUCH BALLOONS, 
Interference 103,502, final judgment adverse to the patentees 
rendered August 28, 1996, as to claims 1-10. 


Patent No. 5,292,423, Joseph Wang, METHOD AND APPA- 
RATUS FOR TRACE METAL TESTING, Interference 
103,679, final judgment adverse to the patentee rendered Sep- 
tember 9, 1996, as to claims 1-7, 12-19, 24-30 and 33-46. 


Patent No. 5,256,252, Jawed M. Sarkar, Martha R. Finck, 
METHOD FOR CONTROLLING PITCH DEPOSITS USING 
LIPASE AND CATIONIC POLYMER, Interference 103,627, 
final judgment adverse to the patentees rendered October 24, 
1996, as to claims 1-20. 


Patent No. 5,283,968, Christopher Williams, EDGELIT 
LUMINAIRES, Interference 103,690, final judgment adverse 
to the patentee rendered September 9, 1996, as to claims 1-9. 


Patent No. 5,318,226, James A. Kime, Jeremy J. Margeson, 
DEPOSITION OF SNOW-ICE TREATMENT MATERIAL 
FROM A VEHICLE WiTH CONTROLLED SCATTER, Inter- 
ference 103,628, final judgment adverse to the patentee ren- 
dered August 26, 1996, as to claims 1-3. 


Patent No. 5,420,217, Jo Ann M. Canich, PROCESS FOR 
PRODUCING AMORPHOUS POLY-ALPHA-OLEFINS 
WITH A MONOCYCLOPENTADIENYL TRANSITION 
METAL CATALYST SYSTEM, Interference 103,663, final 
judgment adverse to the patentee rendered August 15, 1996, 
as to claims 1-8. 


OLIVIA M. DUVALL 

Sup’v Legal Instruments Examiner 
Board of Patent Appeals & Interferences 
(703) 308-9846 


Service by Publication 


A petition to cancel the registration identified below having 
been filed, and the notice of such proceeding sent by certified 
mail to registrant at the last known address having been returned 
by the Postal Service as undeliverable, notice is hereby given 
that unless the registrants listed herein, their assigns or legal 
representatives, shall enter an appearance within thirty days of 
this publication, the cancellation will proceed as in the case of 
default. 


Dukes’ Place Inc., Chicago, Ill., Reg. No. 1,112,492, for the 
mark “DUKES’ PLACE” Can. No. 25,140. 


JEAN BROWN 

Technical Support Manager, 
Trademark Trial 

and A; Board, for 
ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
for Trademarks 
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Certificate of Correction 5,534,336 
For Week of January 7, 1997 


5,435,877 5,504,845 5,522,882 
5,438,677 5,505,995 5,523,023 
5,506,560 5,524,228 
5,507,815 
5,508,272 


5,543,629 
5,522,556 5,543,753 


5,552,865 
5,552,915 


5,553,077 
5,553,256 
5,553,275 
5,553,308 
5,553,507 
5,554,441 
5,554,525 
5,554,900 
5,554,937 
5,555,158 
5,555,162 
5,555,770 
5,555,866 
5,556,281 
5,556,402 
5,557,196 
5,557,471 
5,557,499 
5,557,587 
5,557,832 
5,557,882 
5,558,286 
5,559,038 
5,559,429 
5,560,013 
5,560,388 
5,560,915 
5,561,228 
5,561,809 
5,561,949 
5,562,201 
5,562,545 
5,562,813 
5,562,934 
5,563,135 
5,563,240 
5,563,345 
5,563,487 
5,563,650 
5,563,687 


JANUARY 7, 1997 


5,563,805 


5,580,054 
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SPECIAL BOXES FOR PATENT MAIL 


Special box designations should be used to allow forwarding of particular types of mail to the appropriate areas as quickly 
as possible. Such mail is forwarded to the appropriate area without being opened. Only the specified type of document should 
be placed in an envelope addressed to one of these special boxes. If any documents other than the specified type identified for 
each special box are addressed to that box, they will be significantly delayed in reaching the appropriate area for which they 
are intended. 


Please address mail as follows: 


Box Designations 


Box 7 
Box 12 
Box 313b 


Box AF 

Box Comments 
Patents 

Box DAC 


Box DD 
Box FWC 
Box Issue Fee 


Box Missing Parts 

Box MPEP 

Box Non-Fee 
Amendment 

Box PATENT 
APPLICATION 

Box Patent Ext. 

Box PCT 

Box Provisional 
Patent Application 

Box Reconstruction 

Box Reexam 

Box Sequence 

Box SN 


| See 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Explanation 


Reissue applications for patents involved in litigation and subsequently filed related papers. 
Contributions to the Examiner Education Program. 

Petitions under 37 CFR 1.313(b) to withdraw a patent application from issue after payment of 
the issue fee and any papers associated with the petition, including papers necessary for filing 
a continuing application. 

Expedited procedure for processing amendments and other responses after final rejection. 
Public comments regarding patent related regulations and procedures. 


Petitions decided by the Office of Petitions including petitions to revive and petitions to accept 
late payment of issue fees or maintenance fees. 

Disclosure Documents or materials related to the Disclosure Document Program. 

Requests for File Wrapper Continuation Applications (under 37 CFR 1.62). 

All communications following the receipt of a PTOL-85, “Notice of Allowance and Issue Fee 
Due,” and prior to the issuance of a patent should be addressed to Box Issue Fee, unless advised 
to the contrary. Assignments are the exception. Assignments should be submitted in a separate 
envelope and not be sent to Box Issue Fee. 

Response to the Notice to File Missing Parts of Application and associated papers and fees. 
Submissions concerning the Manual of Patent Examining Procedures. 

Non-fee amendments to patent applications. 

(Use Box AF for responses after final rejection). 

New patent applications and associated papers and fees. 


Applications for patent term extension and any communications relating thereto. 
Mail related to applications filed under the Patent Cooperation Treaty. 
The filing of all provisional patent applications and any communications relating thereto. 


Correspondence pertaining to the reconstruction of lost patent files. 

Requests for Reexamination for original request papers only. 

Submission of diskette for biotechnical application. 

For fee and petitions under 37 CFR 1.182 to obtain date received and/or serial number for patent 
applications prior to the Office’s standard notification (return post card or the official “Filing 
Receipt,” “Notice to File Missing Parts,” or “Notice of Incomplete Application”). 


SPECIAL BOXES FOR TRADEMARK MAIL 


Special box designations should be used to allow forwarding of particular types of trademark mail to the jate areas 
as quickly as possible. In addition to these box designations, filers are encouraged to indicate whether the contents of the 
envelope contain a fee. Envelopes containing a fee should be marked “FEE;” envelopes not containing a fee should be marked 
“NO FEE.” Box designations and “FEE/NO FEE” indicators should appear on the envelope as well as on the cover sheet or 
first page of any document. 


Please address mail as follows: 


a ae 

FEE (or NO FEE) 

Assistant Commissioner for Trademarks 
2900 Crystal Drive 

Arlington, Virginia 22202-3513 


Box Designations 


Box NEW APP FEE 
Box ITU FEE 
Box TTAB FEE 


Explanation 


New trademark applications and fees. 

Statements of Use (SOUs) and extension requests. 
Oppositions, cancellation petitions, and ex parte appeals. 
Interfere: 


Box TTAB NO FEE , Motions, and extension requests. 
Box STATUS NO ___ Written status inquiries. 


FEE 
Box POST REG Affidavits, renewals, corrections and amendments. 


FEE 
Box RESPONSES _ Responses to Examining Attorneys’ Office actions and Post Registration actions. 
NO FEE 
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SPECIAL BOXES APPLICABLE TO BOTH PATENT AND TRADEMARK MAIL 


The following special box designations are applicable to both patent and trademark related mail, and the recommendations 
for “Special Boxes for Patent Mail” (above) should be followed for the types of mail listed below. 


Please address mail as follows: 


Box 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Box Designations Explanation 


Box 3 Mail for the Office of Personnel from NFC. 

Box 4 Mail for the Deputy Assistant Secretary of Commerce and Deputy Commissioner of Patents and 
Trademarks; Office of Legislative and International Affairs. 

Box 6 Mail for the Office of Procurement. 

Box 8 All papers for the Office of the Solicitor except communications relating to pending litigation 
and disciplinary proceedings; papers relating to pending litigation in court cases shall be mailed 
only to Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 22215 and papers relating 
to pending disciplinary proceedings before the Administrative Law Judge or the Commissioner 
shall be mailed only to the Office of the Solicitor, P.O. Box 16116, Arlington, Virginia 22215. 

Box 9 Coupon orders for U.S. patent and trademark copies. 

Box 10 Orders for certified copies of PTO documents. 

Box 11 Electronic Ordering Service (EOS). 

Box 13 Mail for the Employee and Labor Relations Division. 

Box 14 Mail directed to the APS Contracts Office. 

Box 16 Deposit Account Replenishment Checks. 

Box 17 Invoices directed to the Office of Finance. 

Box 171 Vacancy Announcement Applications. 

Box Assignment All assignment documents except those filed with new applications. 

Box EEO Mail for the Office of Civil Rights. 

Box Interference Communications relating to interferences and applications and patents involved in interference. 

Box M Fee Correspondence regarding patent maintenance fees and related matter. 

Box OED Mail for the Office of Enrollment and Discipline. 
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Reference Collections of U.S. Patents and Trademarks 
Available for Public Use in Patent and Trademark Depository Libraries 


The following libraries, designated as Patent and Trademark 
Depository Libraries (PTDLs), receive patent and trademark 
information in various formats from the U.S. Patent and Trade- 
mark Office. Many PTDLs have on file all ee 
issued since 1790, trademarks published since 1872, select 
collections of foreign patents. All PTDLs have both the t 
and trademark sections of the ial Gazette of the U.S. Patent 
and Trademark Office. The full-text utility and design 

are distributed numerically on 16 mm microfilm, and plant 
patents on color microfiche. Patent and trademark search sys- 
tems on CD-ROM (Compact Disc-Read Only) format are avail- 
able at all PTDLs to increase utilization of and enhance access 
to the information found in patents and trademarks. It is through 
the CD-ROM systems that pre! patent and trademark 
searches can be conducted through the numerically arranged 


All information is available for use by the public free of charge. 


In addition, each PTDL offers reference publications which 
outline and provide access to the patent and trademark classifi- 
cation systems, as well as other documents and publications 
which supplement the basic search tools. PTDLs provide tech- 
nical staff assistance in using all materials. Facilities for making 
paper copies of patent and trademark information are generally 
provided for a fee. 


Since there are variations in the scope of patent and trademark 
collections among the PTDLs, and their hours of service to the 
public vary, anyone contemplating use of these collections at 
a particular library is urged to contact that library in advance 
about its collections, services, and hours in order to avert pos- 


collections. 


State 
Alabama 


Alaska 
Arizona 
Arkansas 
California 


Colorado 
Connecticut 
Delaware 

Dist. of Columbia 
Florida 


Georgia 


Hawaii 
Idaho 

Illinois 
Indiana 


Iowa 
Kansas 
Kentucky 
Louisiana 


Maine 
Maryland 


Massachusetts 


Michigan 


Minnesota 
Mississippi 
Missouri 
Montana 
Nebraska 
Nevada 


New Hampshire 
New Jersey 


New Mexico 
New York 


sible inconvenience. 


Name of Library 


Auburn University Libraries 

Birmingham Public Library 

Anchorage: Z.J. Loussac Public Library 

Tempe: Noble Library, Arizona State University .... 

Little Rock: Arkansas State Library 

Los Angeles Public Library 

Sacramento: California State Library 

San Diego Public Library 

San Francisco Public Library 

Sunnyvale Center for Innovation, Invention and Ideas ... 

Denver Public Library 

New Haven: Science Park Li 

Newark: University of Delaware Library 

Washington: Howard University Libraries 

Fort Lauderdale: Broward County Main Library.. 

Miami-Dade Public Library 

Orlando: University of Central Florida Libraries 

Tampa Campus Library, University of South Florida 

Atlanta: Price Gilbert Memorial Library, Georgia Institute of 
Technology 

Honolulu: Hawaii State Public Library System.... 

Moscow: University of Idaho Library 

Chicago Public Library 

Springfield: Illinois State Library 

Indianapolis-Marion County Public Library 


West Lafayette Siegesmund Engineering Library, Purdue University... 


Des Moines: State Library of Iowa 

Wichita: Ablah Library, Wichita State University 

Louisville Free Public Library 

Baton Rouge: Troy H. Middleton Library, Louisiana State 
University 

Orono: Raymond H. Fogler Library, University of Maine 

College Park: Engineering and Physical Sciences Library, 
University of Mary 

Amherst: Physical Sciences Library, University of 


Boston Public Library 
Ann Arbor: Media Union Library, University of 


Big Rapids: Abigail S. Timme Library, Ferris State University.... 

Detroit: Great Lakes Patent and Trademark Center 

Minneapolis Public Library and Information Center.... 

Jackson: Mississippi Library Commission 

Kansas City: Linda Hall Library 

St. Louis Public Library 

Butte: Montana College of Mineral Science and Technology 
Library 

Lincoln: Engineering Library, University of Nebraska-Lincoln 

Reno: University of Nevada, Reno Library 

Concord: New Hampshire State Library 

Newark Public Library 

Piscataway: Library of Science and Medicine, Rutgers University... 

Albuquerque: University of New Mexico General Library 

Albany: New York State Library 

Buffalo and Erie County Public Library 


Telephone Contact 


(205) 844-1747 
(205) 226-3620 
(907) 562-7323 
(602) 965-7010 
(501) 682-2053 
(213) 228-7220 
(916) 654-0069 
(619) 236-5813 
(415) 557-4500 
(408) 730-7290 
(303) 640-6249 
(203) 786-5447 
(302) 831-2965 
(202) 806-7252 
(305) 357-7444 
(305) 375-2665 
(407) 823-2562 
(813) 974-2726 


(404) 894-4508 
.--- (808) 586-3477 
.--- (208) 885-6235 
«+. (312) 747-4450 
««e (217) 782-5659 
+ (317) 269-1741 
.-- (317) 494-2872 
.- (515) 281-4118 

(316) 689-3155 

(502) 574-1611 


(504) 388-2570 
(207) 581-1678 


(301) 405-9157 


(413) 545-1370 
(617) 536-5400 Ext. 265 


(313) 647-5735 

---- (616) 592-3602 

..-- (313) 833-3379 

--- (612) 372-6570 

.-- (601) 359-1036 

(816) 363-4600 

(314) 241-2288 Ext. 390 


(406) 496-4281 
(402) 472-3411 


..-(702) 784-6500 Ext. 257 


.-- (603) 271-2239 
~...(201) 733-7782 
++ (908) 445-2895 
..- (505) 277-4412 

(518) 474-5355 
(716) 858-7101 
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Reference Collections of U.S. Patents and Trademarks Available for Public Use in Patent and Trademark 


Depository Libraries—(continued) 


State 


Oklahoma 
Oregon 
Pennsylvania 


Puerto Rico 
Rhode Island 
South Carolina 
South Dakota 


Tennessee 


Texas 


Utah 

Virginia 
Washington 
West Virginia 
Wisconsin 


Wyoming 


Name of Library 


New York Public Library (The Research Libraries) 
Raleigh: D.H. Hill Library, North Carolina State University 
Grand Forks: Chester Fritz Library, University of North Dakota... 
Akron - Summit County Public Library 
Cincinnati and Hamilton County, Public Library of.. 
Cleveland Public Library 
Columbus: Ohio State University Libraries .... 
Toledo/Lucas County Public Library 
Stillwater: Oklahoma State University Center for International Trade 
Development 
Portland: Paul L. Boley Law Library, Lewis & Clark College 
Philadelphia, The Free Library of 
Pittsburgh, Carnegie Library of 
University Park: Pattee Library, Pennsylvania State University 
Mayaquez General Library, University of Puerto Rico 
Providence Public Library 
Clemson University Libraries 
Rapid City: Devereaux Library, South Dakota 
School of Mines and Technology 
Memphis & Shelby County Public Library and Information 


Nashville: Stevenson Science Library, Vanderbilt University 
Austin: McKinney Engineering Library, University of Texas at 


College Station: Sterling C. Evans Library, Texas A & M 
University 

Dallas Public Library 

Houston: The Fondren Library, Rice University 

Lubbock: Texas Tech University 

Salt Lake City: Marriott Library, University of Utah 

Richmond: James Branch Cabell Library, Virginia Commonwealth 
University 

Seattle: Engineering Library, University of Washington 

Morgantown: Evansdale Library, West Virginia University 

Madison: Kurt F. Wendt Library, University of Wisconsin 


Telephone Contact 


(212) 592-7000 
(919) 515-3280 
(701) 777-4888 
.-. (303) 643-9075 
.. (513) 369-6936 
(216) 623-2870 
(614) 292-6175 
(419) 259-5212 


(405) 744-7086 
(503) 768-6786 
(215) 686-5331 
(412) 622-3138 
(814) 865-4861 


..-(787) 832-4040 Ext. 3459 


(401) 455-8027 
(803) 656-3024 


(605) 394-6822 


(901) 725-8877 
(615) 322-2775 


(512) 495-4500 


.- (409) 845-3826 
(214) 670-1468 


.-(713) 527-8101 Ext. 2587 


Not Yet Operational 
(801) 581-8394 


(804) 828-1104 
(206) 543-0740 
(304) 293-2510 


(608) 262-6845 
(414) 286-3051 
(307) 237-4935 
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PATENT EXAMINING CORPS 


BRUCE A. LEHMAN, Commissioner 
LAWRENCE J. GOFFNEY Jr., Assistant Commissioner for Patents 
EDWARD R. KAZENSKE, Deputy Assistant Commissioner for Patents 
STEPHEN G. KUNIN, Deputy Assistant Commissioner for Patent Policy 


Phone number New Case 
PATENT EXAMINING GROUPS Area Code 703 Date* 


CHEMICAL EXAMINING GROUPS 
GENERAL METALLURGICAL, INORGANIC, PETROLEUM AND 


: 308-0661 06/02/95 
ORGANIC CHEMISTRY, DRUG, BIO-AFFECTING AND BODY TREATING COMPOSITION, 
GROUP 1200—RICHARD V. FISHER, Director. 308-1235 08/09/95 
SPECIALIZED CHEMICAL INDUSTRIES AND CHEMICAL ENGINEERING, GROUP 1300—JOHN 
; 308-0651 08/17/95 
HIGH POLYMER CHEMISTRY, PLASTICS, COATING, PHOTOGRAPHY 
STOCK MATERIALS AND COMPOSITIONS, GROUP 1500—THEODORE MORRIS, Director 308-2351 09/15/95 
BIOTECHNOLOGY, GROUP 1800—JOHN J. DOLL, Director 308-0196 01/30/95 


ELECTRICAL EXAMINING GROUPS 


INDUSTRIAL ELECTRONICS, PHYSICS AND RELATED ELEMENTS, 

GROUP 2100—STEWART LEVY, Director 308-1782 01/30/95 
SPECIAL LAWS AND ADMINISTRATION, GROUP 2200—ROBERT E. GARRETT, Director 308-0511 06/08/95 
COMPUTER SYSTEMS AND COMPUTER APPLICATION, GROUP 2300— 

JOSEPH J. ROLLA, Director 305-9600 03/01/95 
SPECIAL COMPUTER APPLICATIONS: COMPUTER GRAPHICS, BUSINESS 

PRACTICES, & DIAGNOSTIC TESTING, GROUP 2400—-GERALD GOLDBERG, Director 305-3800 03/10/95 
ELECTRONIC AND OPTICAL SYSTEMS AND DEVICES, GROUP 2500— 

JANICE A. HOWELL, Director. 308-0956 05/15/95 
TELECOMMUNICATIONS, GROUP 2600—NICHOLAS P. GODICI, Director .. bisa 305-4700 03/17/95 
DESIGN, GROUP 2900—JOHN E. KITTLE, Director 308-0661 04/13/95 


MECHANICAL EXAMINING GROUPS 


HANDLING AND TRANSPORTATION MEDIA, GROUP 3100—MARGARET FOCARINO, 

Director 07/17/95 
MATERIAL SHAPING, ARTICLE MANUFACTURING AND TOOLS, 

GROUP 3200—ETHEL CROSS, Director 06/29/95 
MEDICAL INSTRUMENTS, DIAGNOSTIC EQUIPMENT AND TREATMENT 

DEVICES; SURGERY AND SURGICAL SUPPLIES; AMUSEMENT AND 

EXERCISING DEVICES; ANIMAL HUSBANDRY; SPORTING GOODS; TOBACCO 

PRODUCTS AND MANUFACTURING EQUIPMENT; AND PRINTING, 

GROUP 3300—J.J. LOVE, Director 308-0858 
SOLAR, HEAT, POWER, AND FLUID ENGINEERING DEVICES, 

GROUP 3400—DONALD G. KELLY, Director 308-0861 
GENERAL CONSTRUCTION, PETROLEUM AND MINING ENGINEERING, 

GROUP 3500—A.L. SMITH, Director 308-1021 


*A communication from the examiner should have been received in most applications filed prior to this date. 


Patents will Expire as Follows: 

(1) The term of any utility or plant patent that is in force on or results from an application filed before June 8, 1995 is the greater of the 20 year term provided in 35 
U.S.C. 154(a)(2) or 17 years from grant subject to any terminal disclaimers. 35 U.S.C. 154(c)(1). 

(2) All utility and plant patents granted on applications having an actual United States filing date on or after June 8, 1995 are granted for a term which begins on the 
date on which the patent is granted and ends 20 years from the date on which the application was filed in the United States. If the application contains a specific 
reference to an earlier application under 35 U.S.C. 120, 121 or 365(c), the patent term ends twenty years from that date on which the earliest application was filed. 
35 U.S.C. 154(a)(2). 

(3) All design patents are granted for a term of 14 years from the date of the grant. 

However, the term of any patent may have been curtailed by disclaimer under the provisions of 35 U.S.C. 153, have lapsed due to failure to pay maintenance fees, 
or have been extended under the provisions of 35 U.S.C. 154, 155, or 156. Thus, if more reliable information is needed with respect to a particular patent, then the 
specific patent file should be reviewed to determine the actual date of patent expiration. 
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TRADEMARK OPERATION 


Bruce A. Lehman, Commissioner 
Philip G. Hampton, II, Assistant Commissioner 
Robert M. Anderson, Deputy Assistant Commissioner 
David E. Bucher, Director, Trademark Examining Office 
Condition of Trademark Applications as of December 1, 1996 


Oldest Date 
_ 
Amendment 


Law Office Filed 


Law Office 101—Ron Williams, Managing Attorney, (703) 308-9101—4th Floor 
Foods, Beverages, Wines & Spirits—Int. Classes 29, 30, 31, 32, 33 
Services—int. Classes 35, 36, 37, 38, 39, 40, 41, 42. 10/01/96 


Law Office 102—Myra Kurzbard, Managing Attorney, (703) 308-9102—-Sth Floor 
Scientific Equipment & Furniture—Int. Classes 9, 20 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 05/13/96 


Law Office 103—Kathryn Erskine, Managing — (703) 308-9103—Sth Floor 
Scientific Equipment & Furniture—Int. Classes 9, 2 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, ry 


Law Office 104—Sidney Moskowitz, Managing Attorney, (703) 308-9104—6th Floor 
Unwrought metals, Industrial Equipment, Tools, Installation, Vehicles, Firearms, Musical 
Instruments, Building Materials & Floor Coverings—Int. 

Classes 6, 7, 8, 11, 12, 13, 15, 19, 27 Services—Int. 
Classes 35, 36, 37, 38, 39, 40, 41, 42 


Law Office 105—Thomas Howell, Managing Attorney, (703) 308-9105—6th Floor 
Chemicals, Paints, Lubricants, Pharmaceuticals, Medical Apparatus & 
Tobacco—Int. Classes 1, 2, 4, 5, 10, 34 Services—int. 

Classes 35, 36, 37, 38, 39, 40, 41, 42 


— Office 106—Mary Sparrow, Managing Attorney, (703) 308-9106—7th Floor 
ics, Cleaning Preparations, Paper Products & Toys—Int. 
aunt 16, 28 Secvices—Int Classes 35, 36, 
37, 38, 39, 40, 41, 42 


Law Office 107—Thomas Lamone, Managing Attorney, (703) 308-9107—7th Floor 
Cosmetics, Cleaning Preparations, Paper Products & Toys—int. 
Classes 3, 16, 28 Services—int. Classes 35, 
36, 37, 38, 39, 40, 41, 42 


Law Office 108—David Shallant, Managing Attorney, (703) 308-9108—8th Floor 
Precious metals, Fibers, Leather goods, Housewares, Cordage, 
Yarns, Fabrics, Clothing & Notions— 
Int. Classes 14, 17, 18, 21, 22, 23, 24, 25, 26 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 


mains Sameey, (703) 308-9109—8th Floor 
goods, Housewares, Cordage, Yarns, Fabrics, 
Clothing & Notions—Int. Classes 14, 17, 18, 21, 22, 23, 24, 25, 26 
Services—int. Classes 35, 36, 37, 38, 39, 40, 41, 42. 05/15/96 


**Collective Marks—Class 200 
**Certification Marks—Classes A & B 


Office of Trademark Services—Terron Simms, Director, (703) 308-9100 
Trademark Assistance a 308-9000 
Pre-Examination—Alan Lambert, Si — (703) 308-9401 ext. 188 

Intent-To-Use—{ITU)—{703) 308- 

Post Registration Section—Mary Bowman, Supervisor, (703) 308-9500 ext. 126 
Affidavits Under Sections 8 rat 15 (All Classes). 
Renewals (All Classes) 
Section 12(c) Publications (All Classes)... 








1. ** Assigned to all Law Office 


2. Applicants with inquiries concerning the status of their applications and a touch telephone should call (703) 305-8747 from 6:30 a.m. to 
soto une Monday through Friday. This automated voice system will provide the current status of your application. Applicants are urged 
aan caceaaas ainsi eine See SECTION 411 of the TRADEMARK MANUAL OF EXAMINING 


3. * These dates identify the oldest unassigned new case in each Law Office. All cases with earlier dates have either been examined and made 
the subject of an action or are currently being worked on by the assigned examining attorney. 





CLASS 2 
69 5,590,420 
161.7 5,590,421 
171 5,590,422 


CLASS 4 
5,590,423 
5,590,424 
5,590,425 
5,590,426 
5,590,427 


CLASS 5 
5,590,429 
5,590,430 
5,590,431 
5,590,428 


CLASS 7 
5,590,432 


CLASS 8 
5,591,236 


CLASS 14 
24 5,590,433 


CLASS 15 
22.1 5,590,434 
40 5,590,435 
105 5,590,436 
143.1 5,590,437 
167.1 5,590,438 
320 5,590,439 


CLASS 16 
5,590,440 
5,590,441 


CLASS 19 
5,590,442 


CLASS 24 
Re.35,418 
5,590,443 
5,590,444 


CLASS 26 
51 5,590,445 


CLASS 27 
5,590,446 


CLASS 28 
5,590,447 
5,590,448 
5,590,449 


CLASS 29 
8 5,590,450 
25.35 5,590,451 
239 5,590,452 
407.05 5,590,453 
527.4 5,590,454 
564.1 5,590,455 
721 5,590,456 
5,590,457 
5,590,458 
5,590,459 
5,590,460 
5,590,461 
5,590,462 
5,590,463 
5,590,465 
5,590,466 
5,590,467 


CLASS 30 
41 5,590,468 
136 5,590,469 
250 5,590,470 
294 5,590,471 
323 5,590,472 
512 5,590,473 


CLASS 33 
5,590,474 


CLASS 34 
97 5,590,475 
5,590,476 
5,590,477 
5,590,478 


213 
243.1 
246.1 
301 
611 


600 
655.5 
658 
726 


108 


137 


111R 
264 


163 


68 SK 
200 
625 


172.1 
191 
240 


748 
809 
830 


840 
844 
884 
888.011 
889.21 


645 








CLASSIFICATION OF PATENTS 


ISSUED JANUARY 7, 1997 


Note—First number, class; second number, subclass; third number, patent number 


589 
629 


5,590,479 
5,590,480 


CLASS 36 
5,590,481 


CLASS 37 


5,590,482 
5,590,483 


CLASS 42 
5,590,484 
5,590,485 
5,590,486 


CLASS 43 
81 5,590,487 


CLASS 44 
5,591,237 


CLASS 47 
5,590,488 
5,590,489 
5,590,490 


CLASS 48 
5,591,238 


CLASS 49 
5,590,491 


CLASS 51 
5,591,239 


CLASS 52 
15 5,590,492 
108 5,590,493 
169.9 5,590,494 
173.3 5,590,495 
213 5,590,496 
223.3 5,590,497 
287.1 5,590,498 
309.9 5,590,499 
311.2 5,590,500 
408 5,590,501 
489.2 5,590,502 
677 5,590,503 
730.1 5,590,504 
731.9 5,590,505 
741.3 5,590,506 


CLASS 53 
5,590,507 
5,590,508 
5,590,509 
5,590,510 
5,590,511 
5,590,512 
5,590,513 


CLASS 55 
5,591,240 
5,591,241 
5,591,242 
5,591,243 
5,591,244 


CLASS 57 
5,590,514 
5,590,515 


CLASS 59 
80 5,590,516 


CLASS 60 
5,590,517 
5,590,518 
5,590,519 
5,590,520 
5,590,521 
5,590,522 
5,590,523 


118.8 


403 
468 


100 
102 
103 


198.7 


342 


294 


399 


432 
434 
552 
567 
575 


217 
257.6 
318 
321 
356 


104 
264 


39.06 
39.12 
39.33 
204 
274 
299 
307 
323 
460 
517 
585 
684 
737 
748 
752 


CLASS 62 
5,590,532 
5,590,533 
5,590,534 
5,590,535 
5,590,536 
5,590,537 
5,590,538 
5,590,539 
5,590,540 
5,590,541 
5,590,542 
5,590,543 
5,590,544 


CLASS 63 
5,590,545 
5,590,546 


CLASS 65 
5,591,245 


CLASS 66 
5,590,547 
5,590,548 


CLASS 68 
5,590,549 
5,590,550 
5,590,551 
5,590,552 
5,590,553 


CLASS 70 


5,590,554 
5,590,555 


CLASS 72 
5,590,556 
5,590,557 
5,590,558 
5,590,559 


CLASS 73 
5,591,894 
28.01 5,591,895 
31.05 5,591,896 
38 5,591,897 
5,591,898 
41 5,591,899 
52 5,591,900 
61.43 5,591,901 
64.48 5,590,560 
84 5,591,902 
105 5,591,903 
117.4 5,591,904 
118.1 5,591,905 
146.5 5,591,906 
162 5,590,561 
170.16 5,591,907 
379.07 5,591,908 
462 5,591,909 
514.38 5,591,910 
602 5,591,911 
623 5,591,912 
628 5,591,913 
643 5,591,914 
646 5,591,915 
649 5,591,916 
727 5,591,917 
732 5,591,918 
761 5,591,919 
828 5,591,920 
849 5,591,921 
861.04 5,591,922 
861.22 


5,591,923 
862.043 5,591,924 
862.335 


5,591,925 
CLASS 74 
5,590,562 
5,590,563 
5,590,564 
5,590,565 
5,590,566 
5,590,567 
5,590,568 
5,590,569 
5,590,570 
5,590,571 
5,590,572 


107 


132R 
177 


SE 
133 
183 
207 
212 


221 
224 


237 
238 
347 
366.2 


19.07 


89.14 
337.5 
475 
493 
498 
502.4 
$72 


S79 R 
606 R 
650 








CLASS 75 
5,591,926 
5,591,247 
5,591,248 


CLASS 81 
5,590,573 
5,590,574 
5,590,575 


CLASS 83 


5,590,576 
5,590,577 


CLASS 84 
5,591,927 
5,591,929 
5,591,930 
5,591,931 


CLASS 89 
5,591,932 
5,591,933 
5,591,934 


CLASS 91 
5,590,578 


CLASS 92 
12.2 5,590,579 
33 5,590,580 


CLASS 95 
6 5,591,249 
51 5,591,250 
5,591,251 
5,591,252 


CLASS 96 
61 5,591,253 
113 5,591,254 


CLASS 99 
5,590,581 
5,590,582 
5,590,583 
5,590,584 
5,590,585 
5,590,586 
5,590,587 
5,590,588 
5,590,589 
5,590,590 
5,590,591 


CLASS 100 
1 5,590,592 
93 RP 5,590,593 
218 5,590,594 


CLASS 101 
10 5,590,595 
123 5,590,596 
216 5,590,597 
479 5,590,598 
483 5,590,599 
488 5,590,600 


CLASS 102 
5,591,935 


CLASS 104 
2 5,590,601 
88.01 5,590,602 
88.04 5,590,603 
5,590,604 
5,590,605 


CLASS 106 
5,591,255 
5,591,256 
5,591,257 
5,591,258 
5,591,259 


CLASS 108 
51.3 5,590,606 
98 5,590,607 


CLASS 109 
50 5,590,608 
SOR 5,590,609 


247 
329 
414 


9.3 
124.1 
177.5 


147 
371 


171 
422.1 
602 
726 


33.03 
36.02 
43.01 


376 R 


260 


302 R 
323.5 
327 


339 
403 
423 
450.7 
495 
544 


500 


139 


21A 
483 
496 
497 
696 











10 


441 


61 

270 
343 
363 


34R 
173 


104 


13 

52 

200 
320 
404 
410 
715 


723 E 
723 R 


14.54 
165 


41.49 
65R 

90.15 
90.16 


184.55 


310 
339.1 
447 
480 
491 
520 
532 
564 
634 


41 
687 


25R 
85 B 


116A 


200.26 


201.1 


203.15 
206.19 
207.14 


630 


632 
633 
653.1 
653.2 
653.4 
654 


660.03 


661.0 
664 
672 


681 
898 


291 


200 


CLASS 110 
5,590,610 


CLASS 111 
5,590,611 


CLASS 112 
5,590,612 
5,590,613 
5,590,614 
5,590,615 


CLASS 114 
5,590,616 
5,590,617 
5,590,618 
5,590,619 


CLASS 116 
5,590,620 
5,590,621 


CLASS 117 
5,591,260 


CLASS 118 
5,591,261 
5,591,262 
5,591,263 
5,591,264 
5,591,265 
5,591,266 
5,591,267 
5,591,268 
5,591,269 


CLASS 119 
5,590,622 
5,590,623 


CLASS 123 


5,590,624 
5,590,625 
5,590,626 
5,590,627 
5,590,628 
5,590,629 
7 5,590,630 
5,590,631 
5,590,632 
5,590,633 
5,590,634 
5,590,635 
5,590,636 
5,590,637 


CLASS 125 
5,590,639 
5,590,638 


CLASS 126 

5,590,640 
5,590,641 
5,590,642 


CLASS 128 
5,590,643 
3 5,590,644 
5,590,645 
5,590,646 
5,590,647 
5,590,648 
5,590,649 
5,590,650 
5,590,651 
5,590,652 
5,590,655 
5,590,653 
5,590,654 
5,590,656 
5,590,657 
1 5,590,658 
5,590,659 
5,590,660 
5,590,661 
5,590,662 
5,590,665 


CLASS 131 
5,590,667 


CLASS 132 
5,590,668 





3 

8 
10 
21 
95.1 
201 


20.1 
114 


14 

15 
85 
205 
218 
312 
375 
382 
454.5 
489 
552 
597 
624.1 


39 
97 
113 
146 


IR 
452 


21 
47 
59 
98 


34.1 
178 


206 
246 
304 
578 


19.4 


152.1 


209 R 


418 
456 
501 
532 


62.2 
71 
89 
130.7 
148 
152 
173 
244.1 


250 
363 
521 
580.1 
626.1 


643.1 
661.1 


19 
60 


5,590,669 
5,590,670 


CLASS 134 
5,591,270 
5,591,271 
5,591,272 
5,591,273 
5,590,671 
5,590,672 


CLASS 135 
5,590,673 
5,590,674 


CLASS 137 
5,590,675 
5,590,676 
5,590,677 
5,590,678 
5,590,679 
5,590,680 
5,590,681 
5,590,682 
5,590,683 
5,590,684 
5,590,685 
5,590,686 

3 5,590,687 


CLASS 138 
5,590,688 
5,590,689 
5,590,690 
5,590,691 


CLASS 139 
5,590,692 
5,590,693 


CLASS 140 
5,590,694 


CLASS 141 
5,590,695 
5,590,696 
5,590,697 
5,590,698 


CLASS 144 


5,590,699 
5,590,700 


CLASS 148 
5,591,274 
5,591,275 
5,591,276 
5,591,277 


CLASS 149 
5,591,936 


CLASS 152 

5,591,278 
5,591,279 
5,591,280 
5,591,281 
5,591,282 
5,591,283 
5,591,284 


CLASS 156 
5,591,285 
5,591,286 
5,591,287 
5,591,288 
5,591,289 
5,591,290 
5,591,291 

3 5,591,292 
5,591,293 
5,591,294 
5,591,295 
5,591,297 
5,591,298 
5,591,299 
5,591,300 
5,591,301 

1 5,591,302 


CLASS 162 
5,591,303 
5,591,304 





PI 114 


117 
127 
181.6 
239 
283 


5,591,305 
5,591,306 
5,591,307 
5,591,308 
5,591,309 


CLASS 164 
5,590,701 
5,590,702 
5,590,703 


CLASS 165 
5,590,705 
5,590,706 
5,590,704 
5,590,707 
5,590,708 
5,590,709 
5,590,710 
5,590,711 
5,590,712 


CLASS 166 
53 5,590,713 
242.1 5,590,714 
290 5,590,715 
302 5,590,716 


CLASS 169 
52 5,590,717 
62 5,590,718 
70 5,590,719 


CLASS 172 
18 5,590,720 
138 5,590,721 
219 5,590,722 


CLASS 174 
SR 5,591,937 
50 5,591,938 
67 5,591,939 
5,591,940 
266 5,591,941 


CLASS 175 
4.6 5,590,723 
57 5,590,724 
61 Bi 4,858,704 
100 5,590,725 
257 5,590,726 
5,590,727 
5,590,728 
5,590,729 


CLASS 177 
5,591,942 
5,591,943 
5,591,944 


CLASS 178 
5,591,945 


CLASS 180 
5,590,730 
5,590,731 
5,590,733 
5,590,734 
5,590,735 
5,590,736 
5,590,737 
5,590,732 


CLASS 181 
5,591,946 


CLASS 182 
5,590,738 
5,590,739 
5,590,740 


CLASS 185 
10 5,590,741 


CLASS 188 
5,590,742 
5,590,743 
5,590,744 
5,590,745 
5,590,746 
5,590,747 


CLASS 190 
5,590,748 


CLASS 191 
5,590,749 


CLASS 192 
5,590,750 
5,590,751 
5,590,752 


415 
476 


70R 
714 
265 
267 


326 


18A 


12.4 


3.29 
208 








441 
514 
778 
795 
812 
890.1 


331 


160 


36 


157.2. 
157.4 
192.1 
298.2 
482 
667 


210 
462 
627 
664 
787 


0.82 
6 

162 
271 
278 
289 
296 
308.1 


314 
315.1 
315.3 
366 
423 
427 
439 


459.1 
520 
521 
528 
542 
554 
575 
587 
724 
736 


120 
207 


216R 
251H 
251R 


il 

169 
170 
534 
577 
667 
668 
702 


193 
203 
232 
235 
242.4 
243 
323.2 
386 
489 
493.1 
499 
512.3 
602 
603 
634 
636 
640 
668 


704 
760 
764 


CLASS 198 
5,590,753 
5,590,754 
5,590,755 
5,590,756 
5,590,757 
5,590,758 


CLASS 200 
5,590,759 


CLASS 202 
5,591,310 


CLASS 203 
5,591,311 


CLASS 204 

2 5,591,947 

1 5,591,312 

2 5,591,313 

2 5,591,314 
5,591,316 
5,591,317 


CLASS 205 
5,591,318 
5,591,315 
5,591,319 
5,591,320 
5,591,321 


CLASS 206 
5,590,761 
5,590,760 
5,590,762 


LA nininin 
$3 
ss 
Bs 


SEeeey 
3 
SB 


28882833 
JRARHBAzS 


ia 
28 


YWuuuua 
$$ 
~~ 
02 oO 
ON 


fd 
z 


PARADA AA AMAAAAn an 


w 
s 
a 
oo 
a 


5,590,786 
5,590,787 
5,590,788 


CLASS 208 

5,591,322 
5,591,323 
5,591,324 
5,591,325 
5,591,326 


CLASS 209 
5,590,789 
5,591,327 
5,591,328 
5,590,790 
5,590,791 
5,590,792 
5,590,793 
5,590,794 


CLASS 210 
5,591,329 
5,591,330 
5,591,331 
5,591,332 
5,591,333 
5,591,334 
5,591,335 
5,591,336 
5,591,337 
5,591,338 
5,591,339 
5,591,340 
5,591,341 
5,591,342 
5,591,343 
5,591,344 
5,591,345 

591,346 

591,347 

591,348 

591,349 

591,350 


5, 
5, 
5, 
x 
x 


767 5,591,351 


CLASS 211 


5,590,795 
5,590,796 


CLASS 213 
33 5,590,797 


CLASS 215 
48 5,590,798 
216 5,590,799 


CLASS 216 
il 5,591,352 
13 5,591,480 
18 5,591,353 
83 5,591,354 


CLASS 218 
68 5,591,948 


CLASS 219 

5,591,355 
5,591,357 
5,591,356 
5,591,358 
5,591,359 
5,591,360 
5,591,361 
5,591,362 
5,591,363 
5,591,364 
5,591,365 
5,591,366 
5,591,367 
5,591,368 
5,591,369 
5,591,370 


CLASS 220 
5,590,801 
5,590,802 
5,590,803 

B2 Re.33,128 
5,590,804 
5,590,805 
5,590,806 
5,590,807 
5,590,808 


CLASS 221 
1 5,590,809 
82 5,590,810 
89 5,590,811 
112 5,590,812 
197 5,590,813 
266 5,590,814 


CLASS 222 
82 5,590,815 
135 5,590,816 
185.1 5,590,817 
575 5,590,818 
607 5,591,371 
609 5,590,819 


CLASS 223 
12 5,590,820 
34 5,590,821 
85 5,590,822 
94 5,590,823 


CLASS 224 
5,590,824 
5,590,825 
5,590,826 
5,590,827 


CLASS 227 
81 5,590,828 


CLASS 228 
50 5,590,829 


CLASS 235 
5,591,949 
5,591,950 
5,591,951 
5,591,952 
5,591,953 
5,591,954 
5,591,955 
5,591,956 
5,591,957 


CLASS 236 
49.3 5,590,830 
51 5,590,831 


CLASS 237 
5,590,832 


104 
149 


110 
121.39 
121.5 
121.63 
121.64 


121.82 
133 
137 PS 
201 
213 
494 
535 


633 
645 


315 
321 
461 
465 
483 
508 
562 
608 


42.33 
156 
264 
312 


380 
382.5 
435 
462 


467 


472 
494 








CLASSIFICATION OF PATENTS 


CLASS 238 
5,590,833 


CLASS 239 
5,590,834 
5,590,835 
5,590,836 
5,590,837 


CLASS 241 
23 5,590,838 
27 5,590,839 
99 5,590,840 
171 5,590,841 
186.35 5,590,842 


CLASS 242 
18 EW 5,590,843 
5,590,844 
35.6 E 5,590,845 
158 R 5,590,846 
317 5,590,847 
361 5,590,848 


CLASS 244 
IN 
3.15 
118.1 
118.5 
184 
206 


171 


333 


391 
478 


202 
219 
318 5,590,857 
CLASS 248 

27.1 5,590,858 
62 5,590,859 
126 

146 

354.1 

354.3 

454 

524 

638 


CLASS 250 

5,591,958 
5,591,959 
5,591,960 
5,591,961 
5,591,962 
5,591,963 
5,591,964 
5,591,965 
5,591,966 
5,591,967 
5,591,968 
5,591,969 
5,591,970 
5,591,971 
5,591,972 
5,591,973 
5,591,974 
5,591,975 
5,591,977 
5,591,976 
5,591,978 
5,591,979 
5,591,980 
5,591,981 
5,591,982 
5,591,983 
551 5,591,984 
559.45 5,591,985 


CLASS 251 
1.3 5,590,867 


CLASS 252 
62.54 5,591,373 
62.9R 5,591,372 
70 5,591,374 
5,591,375 
5,591,378 
5,591,379 
5,591,380 
5,591,381 
5,591,382 


CLASS 254 
5,590,868 


CLASS 257 

10 5,591,986 
57 5,591,987 
59 5,591,988 
66 5,591,989 
72 5,591,990 

5,591,991 

5,591,992 


205 
208.1 


214.1 


227.14 
227.18 
239 
252.1 


287 
309 
310 
330 
332 
336.1 
338.5 
363.03 
363.1 
372 
383 
442.11 
458.1 
484.4 
505.1 


186.38 
194 
313.1 
389.54 
Sil 


26R 


5,591,993 
5,591,994 
5,591,995 
5,591,996 
5,591,997 
5,591,998 
5,591,999 
5,592,001 
5,592,002 
5,592,003 
5,592,004 
5,592,005 
5,592,006 
5,592,007 
5,592,008 
5,592,009 
5,592,010 
5,592,011 
5,592,012 
5,592,013 
5,592,014 
5,592,015 
5,592,016 
5,592,017 
5,592,018 
5,592,019 
5,592,020 
5,592,021 
5,592,022 
5,592,023 
5,592,024 
5,592,025 
5,592,026 


CLASS 261 
5,591,383 


CLASS 264 


5,592,027 
5,591,384 
5,591,385 
5,591,386 
5,591,387 
5,591,388 
5,591,389 
5,591,390 


CLASS 267 
5,590,869 


CLASS 269 
21 5,590,870 


CLASS 270 
5,590,871 


CLASS 271 


5,590,872 
5,590,873 


CLASS 273 


121B 5,590,878 
144R 5,590,879 
150 5,590,880 
249 5,590,883 
348.5 5,590,885 


CLASS 277 
205 5,590,887 
235 B 5,590,888 
CLASS 280 
5,590,889 


58.27 


176 
303 


11.2 
11.22 
37 
87.051 
250.1 
260 
278 
642 
655 
707 
728.2 


728.3 


735 
737 
741 
801.1 
809 


20 5,590,909 
45 5,590,910 


CLASS 283 


36 5,590,911 
56 5,590,912 


CLASS 285 
18 5,590,913 








5,590,914 
5,590,915 
5,590,916 


CLASS 290 
5,592,028 


CLASS 292 
5,590,917 
5,590,918 
5,590,919 
5,590,920 
5,590,921 
5,590,922 
5,590,928 


CLASS 294 
5,590,923 
5,590,924 


CLASS 296 
5,590,925 
5,590,926 


CLASS 297 

5,590,927 
5,590,929 
5,590,930 
5,590,931 
5,590,932 
408 5,590,933 
411.38 5,590,934 


CLASS 301 
5,590,935 


CLASS 303 
5,590,936 
5,590,937 


CLASS 307 
9.1 5,592,029 
80 5,592,030 
112 5,592,031 
116 5,592,032 
117 5,592,033 
130 5,592,034 


CLASS 310 
24 5,592,036 
40 MM 5,592,037 
71 5,592,038 
113 5,592,039 
313D 5,592,040 
316 5,592,041 
328 5,592,042 


CLASS 312 
5,590,938 
5,590,939 
5,590,940 


CLASS 313 
346 DC 5,592,043 
403 5,592,044 
+40 5,592,045 
447 5,592,046 
484 5,592,047 
570 5,592,048 
625 5,592,049 
637 5,592,050 


CLASS 315 
3 5,592,053 
10S 5,592,054 
111.21 5,592,055 
169.1 5,592,056 
210 5,592,051 
291 5,592,052 


CLASS 318 
5,592,057 
5,592,058 
5,592,059 
5,592,060 
5,592,062 


CLASS 320 
5,592,063 
5,592,064 
5,592,065 
5,592,066 
15 5,592,067 
21 5,592,068 
30 5,592,069 
35 5,592,070 


CLASS 323 
5,592,072 
5,592,071 
5,592,073 
5,592,075 
5,592,076 


24.1 
206 


143 
216.12 
313 
366 
367 


37.1 


116.1 
125 


257.1 
263 
287 


162 
254 


469 
805 


268 
282 
300 
313 
315 





5,592,101 


CLASS 326 
5,592,102 


5,592,107 
5,592,108 


CLASS 327 
5,592,109 
5,592,110 
5,592,111 
5,592,112 
5,592,113 
5,592,114 
5,592,115 
5,592,116 
5,592,117 
5,592,118 
5,592,119 
5,592,120 
5,592,121 


CLASS 330 
124R Bl 4,618,831 
286 5,592,122 
288 5,592,123 

5,592,124 


CLASS 331 


CLASS 332 
5,592,131 
5,592,132 


CLASS 333 
5,592,133 
5,592,134 
5,592,135 


CLASS 335 
5,592,136 


CLASS 336 
5,592,137 
5,592,138 


CLASS 337 
202 5,592,139 


CLASS 338 
21 5,592,140 
162 5,592,141 


CLASS 339 
335 5,592,276 


CLASS 340 
146.2 5,592,142 
309.15 5,592,143 
332 5,592,144 
391.1 5,592,145 
468 5,592,146 
522 5,592,147 
540 5,592,148 
550 
572 5,592,150 
584 
666 


5,592,485 
5,592,153 
5,592,154 


5,592,159 


CLASS 341 
5,592,160 
5,592,161 
5,592,162 
5,592,163 
5,592,164 
5,592,165 
5,592,166 
5,592,167 
5,592,168 
5,592,169 


CLASS 342 
5,592,170 
5,592,171 
5,592,172 
5,592,173 
5,592,174 
5,592,175 


5,592,181 


CLASS 343 
5,592,182 


5,592,187 
5,592,188 


5,592,198 
5,592,199 


CLASS 347 
5,592,200 
5,592,201 
5,592,202 


5,592,211 


CLASS 348 
5,592,482 
5,592,212 
5,592,213 
5,592,215 
5,592,216 
5,592,217 
5,592,218 
5,592,219 
5,592,220 
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18 

110 
122 
126 
187 


oh 


158 
163 
212 
239 


98.08 
99.12 
106 
132 


63 
69 


CLASS 349 
5,592,314 


5,592,316 


CLASS 351 
5,592,242 
5,592,243 
5,592,244 
5,592,245 


5.592.247 
248 


E 


CLASS 353 
5,590,941 
5,590,942 
5,590,943 
5,590,944 


CLASS 355 


5,592,259 
5,592,260 


CLASS 356 
5,592,282 
5,592,288 
5,592,283 
5,592,284 
5,592,285 
5,592,286 
5,592,289 
5,592,290 
5,592,291 
5,592,292 
5,592,293 
5,592,294 
5,592,295 
5,592,296 


CLASS 357 
5,592,000 


CLASS 358 
5,592,297 
5,592,298 
5,592,302 
5,592,303 
5,592,304 
5,592,305 
5,592,306 


CLASS 359 
5,592,313 
5,592,319 
5,592,320 
5,592,321 


5,592,337 
5,592,338 


CLASS 360 
5,592,339 


5,592,352 


CLASS 361 
5,592,353 
5,592,354 


5,592,355 
5,592,356 
5,592,357 


5,592,074 


CLASS 364 
5,592,372 
5,592,373 
5,592,381 
5,592,384 
5,592,383 
5,592,385 
5,592,386 
5,592,387 
5,592,388 
5,592,382 


5,592,402 
5,592,403 
5,592,404 
5,592,405 


CLASS 365 
5,592,407 


5,592,427 
5,552,428 
5,592,423 
5,592,429 
5,592,430 
5,592,432 
5,592,433 
5,592,434 
5,592,435 
5,592,436 


CLASS 366 


5,590,962 
5,590,963 


CLASS 367 
21 5,592,437 
83 5,592,438 
144 5,592,439 


153 


ll 5,592,442 
281 5,592,443 


CLASS 369 
13 5,592,444 
5,592,445 
44.27 


5,592,460 
5,592,461 
5,592,462 
5,592,463 
5,592,465 
5,592,464 


CLASS 370 
5,592,466 
5,592,467 
5,592,468 
5,592,478 
5,592,473 
5,592,491 
5,592,490 
5,592,481 
5,592,470 
5,592,469 
5,592,480 
5,592,474 
5,592,472 
5,592,475 
5,592,479 
5,592,486 
5,592,476 
5,592,477 
5,592,483 
5,592,484 
5,592,489 
5,592,488 
5,592,487 


CLASS 371 
5,592,492 
5,592,493 
5,592,494 
5,592,496 
5,592,497 
5,592,498 
5,592,499 


5,592,519 


CLASS 376 
5,592,520 
5,592,521 
5,592,522 


CLASS 378 
5,592,523 
5,592,524 


PI 115 


121 5,592,525 
132 5,592,526 
165 5,592,527 

CLASS 379 
5,592,528 


5,592,559 


CLASS 382 
5,592,560 
5,592,561 


5,592,577 
5,592,578 
5,592,579 


5,592,580 


CLASS 392 


5,592,581 
5,592,582 
5,592,647 


CLASS 395 


5,592,583 
5,592,584 





92, 
92, 
92, 

92, 

5,592,610 
5,592,611 
5,592,612 
5,592,613 
5,592,614 
5,592,616 
5,592,615 
5,592,618 
5,592,619 
5,592,620 
5,592,621 
5,592,622 
5,592,623 
5,592,624 
5,592,625 
5,592,626 
5,592,627 
5,592,672 
5,592,374 
5,592,375 
5,592,376 
5,592,378 
5,592,379 
5,592,377 
5,592,629 
5,592,630 
5,592,631 
5,592,632 
5,592,633 
5,592,603 


5,592,642 
5,592,643 
5,592,644 
5,592,645 
5,592,646 
5,592,648 
5,592,649 
5,592,650 
5,592,651 
5,592,652 
5,592,653 
5,592,654 
5,592,655 
5,592,657 
5,592,658 
5,592,659 
5,592,637 
5,592,634 
5,592,636 
5,592,661 
5,592,664 
5,592,666 
5,592,662 
5,592,668 
5,592,665 
5,592,663 
5,592,660 
5,592,667 
5,592,669 
5,592,670 
5,592,671 
5,592,656 
5,592,628 
5,592,673 
5,592,674 
5,592,675 
5,592,676 
5,592,677 
5,592,678 
5,592,679 
5,592,680 
5,592,681 
5,592,682 
5,592,683 
5,592,684 
5,592,685 


CLASS 396 
5,592,251 
5,592,250 
5,592,255 
5,592,254 
5,592,257 
5,592,256 
5,592,249 
5,592,252 
5,592,253 








CLASS 399 

1 5,592,262 
62 5,592,267 
85 5,592,279 
126 5,592,273 
156 5,592,281 
167 5,592,261 
175 5,592,264 
176 5,592,263 
237 5,592,269 
260 5,592,270 
276 5,592,268 
284 5,592,266 
285 5,592,265 

5,592,271 
307 5,592,274 
325 5,592,275 
328 5,592,277 
384 5,592,278 
410 5,592,280 


CLASS 400 


120.01 5,590,969 
708 5,590,970 


CLASS 401 
202 5,590,971 


CLASS 402 
79 5,590,972 


CLASS 403 
325 5,590,973 
327 5,590,974 
407.1 5,590,975 


CLASS 404 
72 5,590,976 
101 5,590,977 


CLASS 405 
3 5,590,978 
36 5,590,979 
37 5,590,980 
45 B} 4,815,892 
154 5,590,981 
223.1 5,590,982 
263 5,590,983 


CLASS 406 
32 5,590,984 


CLASS 408 
56 5,590,985 
11I5R 5,590,986 
230 5,590,987 


CLASS 409 
182 5,590,988 
5,590,989 
303 5,590,990 


CLASS 411 


5,590,991 
5,590,992 


CLASS 413 
12 5,590,993 


CLASS 414 
217 5,590,994 
357 5,590,995 
416 5,590,996 
541 5,590,997 
607 5,590,998 
795.6 5,590,999 


CLASS 415 
55.5 5,591,000 
11 5,591,001 
115 5,591,002 
209.2 5,591,003 


CLASS 416 
42 5,591,004 
62 5,591,005 
5,591,006 
97R 5,591,007 
144 5,591,008 
241R 5,591,009 


CLASS 417 

12 5,591,010 
199.1 5,591,011 
238 5,591,012 
271 5,591,013 
310 5,591,014 
312 5,591,015 
365 5,591,016 
366 5,591,017 

5,591,018 
422 5,591,019 
423.13 5,591,020 
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494 5,591,021 
CLASS 418 

55.3 5,591,022 
179 5,591,023 


CLASS 419 
5,592,686 


CLASS 420 
38 5,591,391 
41 5,591,392 
422 5,591,394 


CLASS 422 
a 5,591,395 
26 5,591,396 
37 $5,591,397 
38 5,591,398 
ds 
48 
57 
58 
65 
73 
80 
82.05 
100 
110 
131 
139 
171 


180 

5,591,414 
241 5,591,415 
268 5,591,416 


CLASS 423 
81 5,591,506 
210 5,591,417 
239.1 5,591,418 
576.6 5,591,419 
700 5,591,420 
706 5,591,421 


CLASS 424 
9.362 5,591,422 
59 5,591,423 
66 5,591,424 
70.4 5,591,425 
78.04 5,591,426 
85.2 5,591,427 
93.45 5,591,428 
93.51 5,591,429 
93.71 5,591,430 
94.64 5,591,431 
130.1 5,591,432 
184.1 5,591,433 
191.1 5,591,434 
195.1 5,591,435 

5,591,436 
5,591,437 
5,591,438 
5,591,439 
5,591,440 
5,591,441 
5,591,442 
5,591,443 
5,591,444 
5,591,445 
5,591,446 
5,591,447 
5,591,448 
5,591,449 
5,591,450 
5,591,451 
5,591,452 
5,591,453 
5,591,454 
5,591,455 
5,591,456 
5,591,457 


CLASS 425 
5,591,458 
5,591,459 
5,591,460 
5,591,461 
5,591,462 
5,591,463 
5,591,464 
5,591,472 
5,591,465 
5,591,466 


CLASS 426 
5,591,467 
5,591,468 
5,591,469 
5,591,470 
5,591,471 
5,591,473 
5,591,474 





627 
631 
633 
658 
662 


131 

244 
248. 
249 
250 


255.2 


299 
307 
364 
457 
544 
563 
569 
579 


35.7 
36.5 


36.92 


40.1 
64.1 
65.3 
65.4 
68 
69 
88 
105 
107 
132 
138 
141 
143 
211 
212 
253 


304.4 
318.4 


344 
347 
352 
353 
357 
367 
374 
401 

411. 


457 
480 
610 
611 


612 
641 
694 


33 
122 


144 


192 
209 


5,591,475 
5,591,476 
5,591,477 
5,591,478 
5,591,479 


CLASS 427 

5,591,481 

5,591,482 
1 5,591,483 
5,591,484 
5,591,485 
5,591,486 
5,591,487 
5,591,488 
5,591,489 
5,591,490 
5,591,491 
5,591,492 
5,591,493 
5,591,494 


CLASS 428 
5,591,495 
5,591,496 
5,591,497 
5,591,498 
5,591,501 
5,591,502 
5,591,503 
5,591,504 
5,591,505 
5,591,507 
5,591,508 
5,591,509 
5,591,510 
5,591,511 
5,591,512 
5,591,513 
5,591,514 
5,591,515 
5,591,516 
5,591,517 
5,591,518 
5,591,519 
5,591,520 
5,591,521 
5,591,522 
5,591,523 
5,591,524 
5,591,525 
5,591,526 
5,591,527 
5,591,528 
5,591,529 
5,591,530 
5,591,531 
5,591,532 
5,591,533 
5,591,534 
5,591,500 

RE 5,591,535 


CLASS 429 
5,591,537 
5,591,538 
5,591,539 
5,591,540 
5,591,541 
5,591,542 
5,591,543 
5,591,544 
5,591,545 
5,591,546 
5,591,547 
5,591,548 


CLASS 430 
5,591,549 
5,591,550 
5,591,551 
5,591,552 
5,591,553 
5,591,554 
5,591,555 
5,591,556 
5,591,557 
5,591,558 
5,591,559 
5,591,560 
5,591,561 
5,591,562 
5,591,563 
5,591,564 
5,591,565 
5,591,566 
5,591,567 
5,591,568 
5,591,569 
5,591,570 


CLASS 431 
5,591,024 








329 5,591,025 


CLASS 432 
239 5,591,026 


CLASS 433 
90 5,591,027 
129 5,591,028 
173 5,591,029 
212.1 5,591,030 


CLASS 434 
14 5,591,031 
22 5,591,032 
178 5,591,033 


CLASS 435 
5,591,572 
5,591,573 
5,591,574 
5,591,575 
5,591,576 
5,591,577 
5,591,578 
5,591,579 
5,591,580 
5,591,581 
5,591,582 
5,591,583 
5,591,584 
5,591,585 
5,591,586 
5,591,587 
5,591,588 
5,591,589 
5,591,590 
5,591,592 
5,591,593 
5,591,595 
5,591,596 
Re.35,419 
5,591,591 
5,591,598 
5,591,599 
5,591,600 
5,591,601 
5,591,602 
5,591,641 
5,591,603 
5,591,604 
5,591,605 

591,606 

591,607 

591,609 

591,610 

591,611 

591,612 

591,613 

591,614 

591,615 

591,616 

591,618 

5,591,619 

5,591,620 

5,591,623 

5,591,624 

5,591,625 

5,591,626 

5,591,627 

5,591,628 

5,591,629 

5,591,630 

5,591,631 

5,591,632 

5,591,633 

5,591,634 

5,591,635 

5,591,636 

5,591,637 

5,591,638 

5,591,639 

5,591,640 


CLASS 436 

43 5,591,642 
45 5,591,643 
53 5,591,644 
514 5,591,645 
518 5,591,646 

5,591,647 

5,591,648 


CLASS 437 
5,591,649 
5,591,650 
5,591,654 
5,591,655 
5,591,656 
5,591,651 
5,591,652 
5,591,653 
5,591,657 
5,591,658 


5 
5 
5 
5 
5 
5 
5 
5 
5 
5 








5,591,659 
5,591,660 
5,591,661 
5,591,662 
5,591,663 
5,591,664 
5,591,665 
5,591,666 
5,591,667 
5,591,668 
5,591,670 
5,591,671 
5,591,672 
5,591,673 
5,591,674 
5,591,675 
5,591,676 
5,591,677 
5,591,678 
Re.35,420 
5,591,679 
5,591,680 
5,591,681 


CLASS 439 
5,591,035 
5,591,036 
5,591,034 
5,591,037 
5,591,038 
5,591,039 
5,591,040 
5,591,041 
5,591,042 
5,591,043 
5,591,044 
5,591,045 
5,591,046 
5,591,047 
5,591,048 
5,591,049 
5,591,050 
5,591,051 
5,591,052 
5,591,053 
5,591,054 


CLASS 440 
5,591,055 
5,591,056 
5,591,057 
5,591,058 


CLASS 441 


5,591,059 
5,591,060 


CLASS 445 
5,591,061 


CLASS 446 
5,591,062 


CLASS 449 
5,591,063 


CLASS 451 
5,591,064 
5,591,065 
5,591,066 
5,591,067 
5,591,068 
5,591,069 
5,591,071 
5,591,072 
5,591,070 
5,591,073 
5,591,074 
5,591,075 


CLASS 452 
5,591,076 
5,591,077 


CLASS 454 
5,591,078 
5,591,079 
5,591,080 


CLASS 455 
5,592,471 


CLASS 463 


5,591,081 
5,591,082 


CLASS 464 


5,591,083 
5,591,084 
5,591,085 


CLASS 472 
5,591,086 





CLASS 473 
5,591,087 


CLASS 474 
5,591,093 
5,591,094 
5,591,095 


CLASS 475 
5,591,096 


5,591,103 


CLASS 482 
5,591,104 
5,591,105 
5,591,106 
5,591,107 
5,591,108 
5,591,109 
5,591,110 
5,591,111 


CLASS 493 
5,591,112 


CLASS 494 


5,591,113 
5,591,114 


5,591,686 
5,591,687 


CLASS 502 
5,591,688 
5,591,691 

CLASS 504 


5,591,692 
5,591,693 


377,123 


CLASS 507 


5,591,699 
5,591,701 


CLASS 510 
5,591,702 
5,591,703 
5,591,705 
5,591,706 
5,591,377 
5,591,376 
5,591,707 
5,591,708 


CLASS 514 
5,591,709 
5,591,710 
5,591,711 
5,591,713 
5,591,714 
$5,591,715 
5,591,716 


5,591,718 
5,591,719 


453 5,591,770 
456 5,591,771 
458 5,591,772 
532 5,591,773 
574 5,591,774 
580 5,591,775 
622 5,591,776 
653 5,591,777 


CLASS 521 
56 5,591,778 
109.1 5,591,779 
128 5,591,780 
129 5,591,781 


CLASS 522 
5,591,783 
5,591,784 
5,591,785 


CLASS 523 
109 5,591,786 
164 5,591,787 
404 5,591,788 
515 5,591,789 


CLASS 524 
35 5,591,790 
80 5,591,791 
271 5,591,792 
310 5,591,793 
447 5,591,794 
451 5,591,795 
484 5,591,796 
5,591,797 
5,591,798 
5,591,799 
5,591,800 


CLASS 525 


5,591,813 
5,591,814 


CLASS 526 
5,591,815 
5,591,816 
5,591,817 


CLASS 528 
5,591,818 
5,591,819 
5,591,820 


CLASS 530 
5,591,821 
5,591,822 
5,591,823 
5,591,824 
5,591,825 
5,591,826 
5,591,827 
5,591,828 
5,591,829 


331 377,141 
356 377,142 
377,143 
377,144 


377,148 
377,149 
377,150 
377,151 
377,152 
377,153 
377,154 
377,155 
377,156 
377,157 


CLASSIFICATION OF PATENTS 


388.85 5,591,830 
395 5,591,831 
500 5,591,832 


CLASS 534 
5,591,833 
5,591,834 


CLASS 536 
5,591,835 
5,591,836 
5,591,837 
5,591,838 


28 


a> 
awe 


UKs s 


SInR 
N 


WNP NN 


5,591,844 
5,591,845 


CLASS 540 
5,591,846 
5,591,847 
5,591,848 


CLASS 544 
70 5,591,849 
216 5,591,850 
243 5,591,851 
317 5,591,852 
334 5,591,853 


CLASS 546 
14 5,591,854 
256 5,591,855 
278.4 5,591,856 
296 5,591,857 
5,591,858 


CLASS 548 
5,591,859 
5,591,860 
5,591,861 
5,591,862 


Es 


£35 
Sn 


5,591,875 


CLASS 554 
5,591,877 


CLASS 556 
5,591,878 


5,591,884 


CLASSIFICATION OF DESIGNS 


377,158 
377,159 
377,160 
377,161 
377,162 


DI3— 
DI4— 


CLASS 560 


5,591,892 
5,591,893 


CLASS 567 
5,591,891 


CLASS 588 
5,591,115 
5,591,116 
5,591,117 
5,591,118 


CLASS 600 


5,591,119 
5,591,120 


CLASS 602 


5,591,121 
5,591,122 


CLASS 604 
5,591,123 
5,591,124 
5,591,125 
5,591,127 
5,591,128 
5,591,129 
5,591,130 
5,591,131 
5,591,132 


5,591,155 


CLASS 606 
5,591,156 


377,191 


PI 117 


5,591,167 
5,591,168 
5,591,169 
5,591,170 
5,591,171 
5,591,172 
5,591,173 
5,591,174 
5,591,175 
5,591,176 
5,591,177 
5,591,178 


5,591,235 


CLASS 800 
5,591,669 





CLASSIFICATION OF PATENTS 








377,209 377,218 65 377,227 | D28— 377,236 377,245 24 377,254 
377,210 377,219 68 377,228 377,237 377,246 27 = ©377,255 
377,211 377,220 377,229 377,238 377,247 | poo— 32 377,256 
377,212 377,221 69 377,230 377,239 377,248 
377,213 377,222 77 «(377,231 377,240 377,249 
377,214 377,223 133 377,232 377,241 377,250 
377,215 377,224 134 377,233 377,242 377,251 
377,216 377,225 138 377,234 377,243 377,252 
377,217 377,226 | D27— 141 377,235 | 377,244 377,253 





CLASSIFICATION OF PLANTS 





43.1 9,778 | 87.4 9,779 | 








STATUTORY INVENTION REGISTRATIONS 





219— 524 H1623 H1625 | 378— 98.12 HI1627 | 525— 426 H1629 
261— 123 H1624 H1626 | 426— 597 -H1628 | 604— + 385.2 H1630 














Canal Zone 
Colorado 
Connecticut .. 


Illinois 
Indiana.. 


GEOGRAPHICAL INDEX 
OF RESIDENCE OF INVENTORS 


(U.S. States, Territories and Armed Forces, the Commonwealth of Puerto Rico, and the Canal Zone) 


Kentucky 
Louisiana 


Mississippi 
Missouri 
Montana .. 


New Hampshire... 
New Jersey 
New Mexico... 


Pennsylvania 
Puerto Rico 
Rhode Island. 
South Carolina 
South Dakota 
Tennessee 


Vermont 
Virginia 

Virgin Islands.. 
Washington 
West Virginia 
Wisconsin 


(First number in listing denotes location according to above key. Refer to patent number in body of the Official Gazette to obtain details as to inventor 


name, location, 


etc.) 
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8 


VU 


5 
5. 
5 
5, 
5 
5 
5 
5 
5 
5 
5 
5. 
5 
5, 
$s. 
5 
5 
5 
5 
5. 
5. 
sx 





5,591,200 








PATENTS 








5,591,211 
5,591,277 
5,591,281 
5,591,293 
5,591,314 


5,591,851 


5,591,858 
5,591,900 
5,591,914 
5,591,937 


5,592,366 





5,592,370 
5,592,382 
5,592,389 


5,592,573 
5,592,574 
5,592,578 
5,592,579 
5,592,586 
5,592,588 
5,592,592 
5,592,596 
5,592,599 
5,592,601 
5,592,602 
5,592,607 
5,592,608 
5,592,612 
5,592,622 SOI, 
5,592,626 91,114 
5,592,631 5,591,178 
5,592,632 5,591,180 
5,592,635 5,591,181 
5,592,636 5,591,184 
5,592,641 5,591,806 
5,592,642 5,591,884 
5,592,643 5,591,918 


PI 119 








GEOGRAPHICAL INDEX OF RESIDENCE OF INVENTORS 





5,592,034 
5,592,078 
5,592,204 
5,592,320 
5,592,330 
5,592,571 
5,590,648 
5,591,034 
5,591,258 
5,591,415 
5,591,526 
5,591,729 
5,591,764 
5,591,785 
5,591,936 
5,591,118 
5,590,446 
5,590,471 
5,590,497 
5,590,574 
5,590,592 
5,590,625 
5,590,662 
5,590,780 
5,590,783 
5,590,857 
5,590,898 
5,590,907 
5,590,919 
5,590,924 
5,591,006 
5,591,055 
5,591,062 
5,591,089 
5,591,112 
5,591,140 
5,591,177 
5,591,202 
5,591,207 
5,591,217 
5,591,330 
5,591,341 
5,591,364 
5,591,380 
5,591,407 
5,591,436 
5,591,462 
5,591,480 
5,591,548 
5,591,735 
5,591,790 
5,591,894 
5,591,901 
5,592,148 
5,592,156 
5,592,183 
5,592,379 
5,592,393 
5,592,480 


5,591,880 
5,591,954 
5,592,065 
5,592,095 
5,592,176 
5,592,513 
5,592,551 
5,590,979 
5,591,698 
Re.35,420 
5,590,787 
5,590,842 
5,591,332 
5,591,680 
5,592,488 
5,592,594 
5,590,502 
5,590,508 
5,590,532 
5,590,535 
5,590,546 
5,590,576 
5,590,586 
5,590,595 
5,590,597 
5,590,603 
5,590,604 
5,590,606 
5,590,624 
5,590,627 
5,590,640 
5,590,680 





5,590,981 
5,590,989 
5,591,038 
5,591,041 
5,591,059 
5,591,074 
5,591,104 
5,591,109 
5,591,167 
5,591,237 
5,591,238 
5,591,290 
5,591,291 
5,591,316 
5,591,318 
5,591,337 
5,591,344 
5,591,365 
5,591,383 
5,591,418 
5,591,419 
5,591,440 
5,591,451 
5,591,470 
5,591,476 
5,591,598 
5,591,715 
5,591,749 
5,591,756 
5,591,805 
5,591,807 
5,591,815 
5,591,819 
5,591,860 
5,591,949 
5,592,093 
5,592,193 
5,592,227 
5,592,356 
5,592,360 
5,592,580 
5,590,432 
5,590,555 
5,590,567 
5,590,644 
5,590,682 
5,590,700 
5,590,761 
5,590,794 
5,590,840 
5,590,980 
5,591,102 
5,591,121 
5,591,164 
5,591,226 
5,591,233 
5,591,346 
5,591,373 
5,591,507 
5,591,510 
5,591,606 
5,591,714 
5,591,753 
5,591,867 
5,592,058 
5,592,059 
5,592,067 
5,592,153 
5,592,371 
5,590,594 
5,590,721 
5,590,821 
5,590,963 
5,591,032 
5,591,872 
5,591,878 
5,591,903 
5,592,288 
5,592,512 
5,592,606 
5,590,433 
5,590,830 
5,591,165 
5,592,245 
5,592,528 
5,590,917 
5,591,163 
5,591,254 
5,591,331 
5,591,443 
5,590,716 
5,590,839 
5,590,875 
5,590,911 





5,591,311 
5,591,339 
5,591,347 
5,591,896 
5,590,864 
5,591,473 
5,592,113 
5,590,430 
5,590,755 
5,590,765 
5,590,795 
5,590,947 
5,591,057 
5,591,189 
5,591,190 
5,591,193 
5,591,203 
5,591,335 
5,591,424 
5,591,429 
5,591,434 
5,591,581 
5,591,609 
5,591,631 
5,591,645 
5,591,691 
5,591,717 
5,591,736 
5,591,770 
5,591,826 
5,591,935 
5,591,977 
5,591,979 
5,592,441 
5,592,471 
5,592,511 
5,590,570 
5,590,658 
5,590,696 
5,590,772 
5,590,781 
5,590,832 
5,590,848 
5,591,072 
5,591,073 
5,591,127 
5,591,161 
5,591,170 
5,591,179 
5,591,194 
5,591,223 
5,591,232 
5,591,382 
5,591,401 
5,591,508 
5,591,544 
5,591,560 
5,591,591 
5,591,626 
5,591,632 
5,591,721 
5,591,740 
5,591,763 
5,591,802 
5,591,803 
5,591,925 
5,591,942 
5,591,996 
5,592,048 
5,592,052 
5,592,120 
5,592,178 
5,592,333 
5,592,342 
5,592,346 
5,592,375 
5,592,432 
5,592,517 
5,592,538 
5,592,589 
5,592,611 
5,592,621 
5,592,627 
5,592,664 
5,592,685 
5,590,441 
5,590,572 
5,590,628 
5,590,631 
5,590,654 
5,590,657 
5,590,691 
5,590,697 
5,590,702 
5,590,720 
5,590,742 
5,590,756 
5,590,813 
5,590,831 
5,590,902 
5,590,903 
5,590,904 
5,590,906 





5,590,908 
5,590,932 
5,590,939 
5,590,940 
5,591,019 
5,591,058 
5,591,097 
5,591,219 
5,591,220 
5,591,358 
5,591,360 
5,591,361 
5,591,386 
5,591,483 
5,591,501 
5,591,503 
5,591,504 
5,591,528 
5,591,702 
5,591,919 
5,591,929 
5,591,961 
5,592,037 
5,592,060 
5,592,327 
5,592,372 
5,592,387 
5,592,390 
5,592,402 
5,592,667 
5,590,491 
5,590,496 
5,590,501 
5,590,523 
5,590,579 
5,590,805 
5,590,808 
5,591,124 
5,591,129 
5,591,209 
5,591,210 
5,591,212 
5,591,216 
5,591,224 
5,591,227 
5,591,235 
5,591,239 
5,591,300 
5,591,445 
5,591,530 
5,591,629 
5,591,719 
5,591,786 
5,591,804 
5,591,898 
5,591,932 
5,591,944 
5,592,085 
5,592,104 
5,592,174 
5,592,202 
5,592,376 
5,592,378 
5,592,505 
5,314,465 
5,590,619 
5,591,169 
5,590,561 
5,590,647 
5,590,668 
5,590,766 
5,590,776 
5,590,786 
5,590,834 
5,591,176 
5,591,375 
5,591,389 
5,591,431 
5,591,579 
5,591,791 
5,592,285 
5,592,527 
5,592,541 
5,590,996 
5,591,043 
5,591,435 
5,590,611 
5,590,920 
5,590,421 
5,590,879 
5,591,004 
5,591,340 
5,590,431 
5,590,450 
5,590,453 
5,590,690 
5,591,020 
5,591,078 
5,591,289 
5,591,357 
5,591,466 
5,591,519 
5,591,907 





34 


5,591,924 
5,592,473 
5,592,543 
5,590,438 
5,590,456 
5,590,525 
5,590,575 
590,589 
590,590 
590,621 
590,774 
990,775 
590,798 
590,814 
590,818 
590,861 


AMAA 


590,971 

590,978 
5,591,037 
5,591,064 
5,591,090 
5,591,138 
5,591,154 
5,591,228 
5,591,308 
5,591,326 
5,591,329 
5,591,333 
5,591,354 
5,591,403 
5,591,411 
5,591,417 
5,591,444 
5,591,447 
5,591,576 
5,591,588 
5,591,693 
5,591,708 
5,591,737 
5,591,745 
5,591,765 
5,591,773 
5,591,778 
5,591,796 
5,591,820 
5,591,824 
5,591,840 
5,591,846 
5,591,856 
5,591,864 
5,591,866 
5,591,890 
5,591,933 
5,591,953 
5,591,964 
5,592,226 
5,592,299 
5,592,392 
5,592,466 
5,592,470 
5,592,537 
5,592,539 
5,592,584 
5,592,666 
5,592,672 
5,590,498 
5,590,670 
5,592,170 
5,590,420 
5,590,426 
5,590,492 
5,590,506 
5,590,516 
5,590,517 
590,550 
590,560 
590,676 


MAA 
ua 
3 
g 
a 


ain 


590,719 
590,734 
590,741 
590,764 
590,773 
590,801 
590,806 
590,820 
5 
5 
5 


MAA anwn 


90,822 

90,849 

90,853 
590,896 
590,918 
590,922 
590,925 
5,590,972 
5,591,002 
5,591,011 
5,591,056 
5,591,123 
5,591,128 
5,591,153 
5,591,159 
5,591,187 


MAA AAAAA Aan 


g 
© 
8 





5,591,195 
5,591,196 
5,591,204 
5,591,250 
5,591,255 
5,591,285 
5,591,301 
5,591,350 
5,591,372 
5,591,426 
5,591,520 
5,591,539 
5,591,552 
5,591,553 
5,591,554 
5,591,568 
5,591,569 
5,591,580 
5,591,644 
5,591,683 
5,591,716 
5,591,738 
5,591,783 
5,591,789 
5,591,800 
5,591,811 
5,591,847 
5,591,852 
5,591,941 
5,591,952 
5,591,956 
5,591,972 
5,591,997 
5,592,021 
5,592,033 
5,592,036 
5,592,089 
5,592,144 
5,592,162 
5,592,179 
5,592,237 
5,592,247 
5,592,271 
5,592,281 
5,592,298 
5,592,331 
5,592,374 
5,592,412 
5,592,462 
5,592,529 
5,592,549 
5,592,553 
5,592,587 
5,592,590 
5,592,591 
5,592,598 
5,592,600 
5,592,625 
5,592,651 
5,590,467 
5,590,548 
5,590,553 
5,590,667 
5,590,698 
5,590,796 
5,590,953 
5,591,017 
5,591,024 
5,591,045 
5,591,221 
5,591,261 
5,591,270 
5,591,432 
5,591,477 
5,591,496 
5,591,523 
5,591,583 
5,591,854 
5,591,863 
5,592,053 
5,592,325 
5,592,501 
5,592,520 
5,592,522 
5,592,561 
5,592,604 
5,592,620 
5,590,731 
5,590,437 
5,590,524 
5,590,527 
5,590,529 
5,590,582 
5,590,609 
5,590,642 
5,590,656 
5,590,681 
5,590,743 
5,590,745 
5,590,758 
5,590,824 
5,590,901 
5,590,914 





GEOGRAPHICAL INDEX OF RESIDENCE OF INVENTORS 


5,591,689 5,591,823 5,590,913 5,592,439 53 

5,591,699 5,591,848 5,590,935 5,592,440 

5,591,700 5,591,855 5,590,954 5,592,493 

5,591,879 5,591,875 5,590,955 5,592,509 

5,592,340 5,591,912 5,590,958 5,592,519 

5,591,920 5,590,976 5,592,530 

: 5,591,984 5,590,982 5,592,555 

5,591,022 5,592,039 5,591,070 5,592,560 

5,591,086 5,592,293 5,591,087 5,592,616 

5,591,088 5,592,354 5,591,107 5,592,648 

5,591,091 5,592,377 5,591,113 5,592,678 
5,591,146 5,592,384 5,591,116 5,592,681 5,591,249 
5,591,148 5,591,409 5,592,396 5,591,162 5,592,684 5,591,369 
5,591,149 5,591,768 5,592,482 5,591,173 4,858,704 5,591,370 
5,591,150 5,591,776 5,592,514 5,591,299 5,590,729 5,591,420 
5,591,151 5,591,965 5,592,533 5,591,312 5,590,768 5,591,595 
$5,591,152 5,592,111 5,592,569 5,591,353 5,590,838 5,591,618 
5,591,155 5,592,361 ; 5,590,444 5,591,390 5,591,105 5,591,630 
5,591,192 5,592,399 5,590,876 5,591,397 5,591,106 5,591,808 
5,591,236 5,592,547 5,591,313 5,591,425 5,591,130 5,591,830 
5,591,244 5,592,610 3 5,590,447 5,591,493 5,591,137 5,591,843 
5,591,259 : 5,590,463 5,590,454 5,591,605 5,591,141 5,591,931 
5,591,282 5,590,470 5,590,484 5,591,649 5,591,412 5,591,974 
5,591,288 5,590,478 5,590,511 5,591,677 5,591,821 5,592,244 
5,591,297 5,590,495 5,590,600 5,591,681 5,592,143 5,592,283 
$5,591,315 5,590,536 5,590,836 5,591,696 5,592,146 5,592,668 
5,591,336 5,590,543 5,591,363 5,591,788 5,592,260 5,592,670 
5,591,384 5,590,559 5,591,468 5,591,809 5,592,597 Re.33,128 
5,591,416 5,590,651 5,591,489 5,591,838 : 5,590,910 3 5,590,558 
5,591,433 5,590,671 5,591,516 5,591,874 5,590,927 5,590,802 
5,591,459 5,590,683 5,591,525 5,591,910 5,592,142 5,590,993 
5,591,497 5,590,703 5,591,833 5,591,967 - Re.35,421 5,591,780 
5,591,505 5,590,757 5,592,118 5,591,992 5,590,468 3 5,590,429 
5,591,531 5,590,873 5,592,295 5,591,995 5,590,469 
5,591,601 5,590,874 — 3 5,590,811 5,592,017 5,590,474 
5,591,615 5,590,921 5,591,174 5,592,025 5,590,587 
5,591,625 5,590,960 i 5,590,545 5,592,068 5,590,650 
5,591,688 5,591,048 5,590,738 5,592,069 5,590,754 
5,591,703 5,591,115 5,590,810 5,592,071 5,590,760 
5,591,739 5,591,143 5,591,166 5,592,072 5,590,886 
5,591,793 5,591,396 5,591,253 5,592,077 5,591,035 
5,591,798 5,591,439 5,592,234 5,592,090 5,591,067 
5,591,836 5,591,453 5,592,357 5,592,092 5,591,338 
5,591,940 5,591,455 3 5,590,425 5,592,107 5,591,368 
5,591,955 5,591,456 5,590,462 5,592,154 5,591,441 
5,591,976 5,591,587 5,590,565 5,592,165 5,591,472 
5,592,054 5,591,674 5,590,616 5,592,188 5,591,641 
5,592,073 5,591,701 5,590,643 5,592,211 5,591,892 
5,592,087 5,591,726 5,592,231 5,591,969 
5,592,286 5,591,731 ‘ 5,592,236 5,592,177 
5,592,523 5,591,748 5,592,364 5,592,248 
5,592,524 5,591,760 5,592,391 5,592,426 
5,592,525 5,591,774 5,592,394 5,592,477 
5,591,185 5,591,799 590, 5,592,405 5,592,491 
5,591,381 5,591,801 5,592,422 5,592,556 
5,591,423 5,591,812 5,592,437 5,592,572 : 5,591,077 

















DESIGN PATENTS 








377,146 : 377,255 : 377,201 377,141 377,203 
377,152 : 377,136 : 377,184 377,147 : 377,110 
377,162 377,137 377,211 377,150 377,111 
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MARKS PUBLISHED FOR OPPOSITION 


The following marks are published in compliance with section 12(a) of the Trademark Act of 1946. Applications for the 
registration of marks in more than one class have been filed as provided in section 30 of said act as amended by Public Law 
772, 87th Congress, approved Oct. 9, 1962, 76 Stat. 769. Opposition under section 13 may be filed within thirty days of the date 


of this publication. See rules 2.101 to 2.105. 


A separate fee of two hundred dollars for opposing each mark in each class must accompany the opposition. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


SN 74-232,205. SHARP PLASTICS MANUFACTURING 
LTD., DELTA, BRITISH COLUMBIA, V4G _1A7, 
CANADA, FILED 12-19-1991. 


AMPHIBIAN 


OWNER OF CANADA REG. NO. TMA453262, DATED 
2-2-1996, EXPIRES 2-2-2011. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR CORRECTIVE LENSES FOR EYE PROTECTION 
WEAR FOR SPORTS, NAMELY, GOGGLES WITH COR- 
RECTIVE LENSES FOR WATERSKIING, SURFING, 
SAILING, BOARD SAILING, BOATING, SNOW SKIING, 
SNOWBOARDING, HIKING, CLIMBING, RACQUET 
SPORTS, CYCLING AND SWIMMING; SUNGLASSES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR EYE PROTECTION WEAR FOR’ SPORTS; 
NAMELY, GOGGLES FOR WATER SKHNG, SURFING, 
SAILING, BOARD SAILING, BOATING, SNOW SKIIING, 
SNOWBOARDING, HIKING, CLIMBING, RACQUET 
SPORTS, CYCLING AND SWIMMING (U.S. CL. 22). 


SN 74-347,689. CROWLEY, MILNER & COMPANY, DE- 
TROIT, MI. FILED 1-12-1993. 


CLASSIC-HOME 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR PILLOWS (US. CLS. 2, 13, 22, 25, 32 AND 50). 
FIRST USE 8-0-1987; IN COMMERCE 8-0-1987. 


CLASS 27—FLOOR COVERINGS 


FOR RUGS (U.S. CLS. 19, 20, 37, 42 AND 50). 
FIRST USE 10-0-1987; IN COMMERCE 10-0-1987. 


SN 74-420,135. PRONAL S.A., 59115 LEERS, FRANCE, 


FILED 8-3-1993. 


PRONAL 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 93/475063, FILED 6-30-1993, REG. NO. 
93/475063, DATED 6-30-1993, EXPIRES 6-30-2003. 


CLASS 17—RUBBER GOODS 

FOR STOPPERS MADE FROM ELASTOMER OR PLAS- 
TOMER COATED FABRICS FOR USE IN MAINTE- 
NANCE, SAFETY AND CONDUCTING SEALING TESTS 
ON PIPING SYSTEMS (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR INFLATABLE TECHNICAL PRODUCTS MADE 
FROM ELASTOMER OR PLASTOMER COATED FAB- 
RICS, NAMELY, AIRTIGHT FLEXIBLE TANKS USED 
FOR TRANSPORT AND STORAGE OF ALL TYPES OF 
MATERIALS INCLUDING HYDROCARBONS, FOOD, AG- 
RICULTURAL AND INDUSTRIAL PRODUCTS (U.S. CLS. 
2, 13, 22, 25, 32 AND 50). 


CLASS 22—CORDAGE AND FIBERS 

FOR LIFTING BAGS WHICH ARE USED FOR MOVING 
THINGS BY MEANS OF INFLATING OR FILLING THE 
BAGS (U.S. CLS. 1, 2, 7, 19, 22, 42 AND 50). 


SN 74-551,772. RESOURCE SERVICES, INC., DALLAS, TX. 
FILED 7-21-1994. 


THE JOY OF BELONGING 


T™ 1 
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CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SERVICES, NAMELY, PROVIDING A 
MODEL PROGRAM FOR FUNDRAISING ACTIVITIES 
TO BE USED BY CHURCHES, CHARITABLE ORGANIZA- 
TIONS AND NON-PROFIT ORGANIZATIONS (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 4-8-1994; IN COMMERCE 4-8-1994. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, DEVELOP- 
ING AND PROVIDING SERMON OUTLINES AND 
MANUSCRIPTS, BIBLE STUDY MATERIALS AND PRO- 
MOTIONAL MATERIALS TO BE USED BY CHURCHES, 
CHARITABLE ORGANIZATIONS, AND NON-PROFIT 
ORGANIZATIONS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 4-8-1994; IN COMMERCE 4-8-1994. 


SN 74-556,756. ALSO S.P.A., 
ITALY, FILED 8-3-1994. 


22020 ZELBIO (COMO), 


POWER SPORT 


OWNER OF ITALY REG. NO. DATED 


10-10-1994, EXPIRES 11-2-2013. 


633469, 


CLASS 5—PHARMACEUTICALS 


FOR DIETARY FOOD SUPPLEMENTS FOR RESTOR- 
ING ENERGY TO SPORTSMEN AND SICK PERSONS 
(U.S. CLS. 18 AND 46). 


CLASS 30—STAPLE FOODS 


FOR COFFEE, TEA, COCOA, SUGAR, RICE, TAPIOCA, 
SAGO, COFFEE SUBSTITUTE, FLOUR, CEREAL-BASED 
SNACK FOOD, BREAD, PASTRY AND CONFECTION- 
ERY, NAMELY, CANDIES, CHEWING GUM, PRALINES 
AND CHOCOLATES; FLAVORED ICES, HONEY, TREA- 
CLE, YEAST, BAKING-POWDER, SALT, MUSTARD, VIN- 
EGAR, CONDIMENTS, NAMELY, TOMATO SAUCE, 
KETCHUP (SAUCE) AND MAYONNAISE; SPICES AND 
ICE (U.S. CL. 46). 


CLASS 32—LIGHT BEVERAGES 


FOR BEERS; MINERAL AND AERATED WATERS, 
NON-ALCOHOLIC DRINKS, NAMELY, ISOTONIC BEV- 
ERAGES, FRUIT DRINKS AND FRUIT JUICES; SYRUPS 
AND OTHER PREPARATIONS FOR MAKING BEVER- 
AGES (U.S. CLS. 45, 46 AND 48). 


SN 74-599,244. MOTHERS’ NETWORK, INC., NEW YORK, 
NY. FILED 11-15-1994. 


MOTHERS’ NETWORK 


OWNER OF U.S. REG. NO. 1,731,487. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOOKS, NAMELY CHILDREN’S BOOKS (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 


OFFICIAL GAZETTE 
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CLASS 28—TOYS AND SPORTING GOODS 


FOR EDUCATIONAL GAMES AND TOYS, NAMELY, 
INFANT AND CHILD DEVELOPMENTAL TOYS, RAT- 
TLES, SQUEEZE TOYS, CRIB TOYS, CRIB MIRROR 
TOYS, STROLLER TOYS, TEETHING TOYS, BALLS, TOY 
SPORTING EQUIPMENT, PLAY MATS AND TRAMPO- 
LINES FOR USE BY CHILDREN, RING TOYS, TOT VEHI- 
CLES AND OTHER RIDING TOYS, PULL TOYS, BATH 
TOYS, TOY BUILDING BLOCKS, CONSTRUCTION TOYS, 
STUFFED ANIMALS, PLUSH TOYS, DOLLS, PUPPETS, 
PLASTIC STICK-ON FIGURES AND SHAPES, MOBILES, 
TOY MUSICAL INSTRUMENTS, MUSICAL TOYS, ELEC- 
TRONIC TOYS, INTERACTIVE COMPUTER GAME AND 
VIDEO GAME CARTRIDGES AND DISKETTES, BOARD 
GAMES, TOY MODEL HOBBYCRAFT KITS, TOY BUILD- 
INGS, CHILDREN’S MULTIPLE ACTIVITY TOYS (USS. 
CLS. 22, 23, 38 AND 50). 


SN 74-608,950. MUNDE KURI, INC., LOS ANGELES, CA. 
FILED 12-9-1994. 


MUNDE KURI 


INDIAN WORDS IN THE PUNJABI DIALECT, WHERE- 
IN “MUNDE” IS A BOY, AND “KURI” IS A GIRL. 


CLASS 24—FABRICS 


FOR TEXTILE FABRIC FOR USE IN THE FIELD OF 
HOMEMAKING, NAMELY BEDSPREADS AND TABLE- 
CLOTHS NOT OF PAPER, BED LINEN, TABLE LINEN, 
BATH LINEN, HOUSEHOLD LINEN AND DRAPERIES 
(U.S. CLS. 42 AND 50). 


CLASS 26—FANCY GOODS 

FOR LACE TRIMMING, EMBROIDERY, RIBBONS AND 
BRAIDS, CLOTHING BUTTONS, HOOKS-AND-EYES, 
PINS, AND NEEDLES, ARTIFICIAL FLOWERS, AND 
ZIPPERS (U.S. CLS. 37, 39, 40, 42 AND 50). 


SN 74-613,637. YUNG KIEN INDUSTRIAL CORP., TAIPEI, 
TAIWAN, FILED 12-21-1994. 
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CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR COSMETIC, NAMELY LIPSTICKS, LIP-CARE 
STICKS, BLUSH, EYE CREAM, MASCARA, EYE-LID 
CREAM, EYE SHADOW CREAM, EYELASH PENCIL, 
EYEBROW PENCIL, ROUGE, MAKE UP OIL, POWDER 
CREAM, CREAM BASE, SNOW CREAM, CLEANING 
CREAM, VANISHING CREAM, FRAGRANT CREAM, 
TALCUM POWDER, FRAGRANT POWDER IN SOLID 
FORM, BABY TALCUM POWDER, WATER POWDER, 
COLD CREAM, EXTRACT LOTION, NUTRITION 
FACIAL CREAM, FACIAL SCRAP CREAM, WRINKLE 
CREAM, WRINKLE REMOVING CREAM, FRECKLE RE- 
MOVING CREAM, MASQUE CREAM, FOUNDATION 
CREAM, BATH SALT, FACIAL CLEANER, SKIN CLEAN- 
ING POWDER; SKIN CARE PREPARATIONS, NAMELY 
LOTIONS, CREAMS, TONERS, MOISTURIZERS, GELS, 
CLEANERS AND MASKS; SOAPS; PERFUME; ESSEN- 
TIAL OILS FOR PERSONAL USE; DEODORANTS FOR 
PERSONAL USE; NAIL CARE PREPARATIONS; SHAV- 
ING PREPARATIONS; SUN-TANNING PREPARATIONS; 
NON-MEDICATED HAIR CARE PREPARATIONS; DEN- 
TIFRICE; MOUTHWASH; BABY OIL (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 


CLASS 5—PHARMACEUTICALS 


FOR DIETARY FOOD SUPPLEMENTS AND HERBAL 
SUPPLEMENTS CONSISTING OF FUNGUS, GANO- 
DERMA AND POLLEN (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR WATER FILTERING UNITS FOR DOMESTIC USE; 
WATER PURIFYING UNITS FOR DOMESTIC USE (U.S. 
CLS. 13, 21, 23, 31 AND 34). 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR FUNGUS, POLLEN (PROCESSED AS FOOD PROD- 
UCTS); PROTEIN FOR USE AS A FOOD FILLER AND 
PROTEIN FOR USE AS A FOOD ADDITIVE (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 

FOR TEA AND TEA-BASED BEVERAGES, NAMELY 
GANODERMA TEA, OOLONG TEA, CASSIA TORA TEA, 
GINSENG TEA, GYNOSTEMMA PENTAPHYLLUM TEA, 
GREEN TEA AND BARLEY TEA, HERBAL FOOD BEV- 
ERAGES, NAMELY HERB MIXTURE TEA (US. CL. 46). 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


FOR FUNGUS, GANODERMA AND POLLEN (RAW 
MATERIALS) (U.S. CLS. 1 AND 46). 


CLASS 32—LIGHT BEVERAGES 


FOR NON-ALCOHOLIC DRINKS, NAMELY COLA, 
SARSAPARILLA, THIRST QUENCHING SOFT DRINKS, 
MINERAL WATER, GINGER ALE, VEGETABLE BASED 
SOFT DRINK FLAVORED WITH TEA, NAMELY WHITE 
GOURD TEA, LEMONADE, FRUIT BASED SOFT DRINK 
FLAVORED WITH TEA, NAMELY ALMOND TEA, 
FRUIT-BASED SOFT DRINK, NAMELY, SYRUP OF 
PLUM; FRUIT PUNCH; ISOTONIC DRINKS; NON-ALCO- 
HOLIC BEVERAGES CONTAINING VEGETABLE OR 
FRUIT FIBER; AEARATED WATER, FRUIT JUICES (U.S. 
CLS. 45, 46 AND 48). 
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SN 74-622,221. PERCELL GROUP LIMITED, NEWPORT, 
GWENT, NP9 OSL, UNITED KINGDOM, FILED 
1-17-1995. 


TELLERCUP 


PRIORITY CLAIMED UNDER SEC. 44D) ON UNITED 
KINGDOM APPLICATION NO. 2003507, FILED 11-29-1994, 
REG. NO. 2003507, DATED 11-29-1994, EXPIRES 
11-29-2004. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR RECEPTACLES, CONTAINERS, AND TRAYS FOR 
SORTING, COUNTING MONEY OR CURRENCY; ALL 
FOR USE WITH CASH REGISTERS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR RECEPTACLES, CONTAINERS, AND TRAYS FOR 
SORTING, COUNTING MONEY OR CURRENCY; ALL 
FOR USE WITH CASH DRAWERS AND CASH TILLS 
AND ALL BEING OF PLASTIC (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). 


SN 74-625,392. SPITZER, A. ROBERT, ROYAL OAK, MI. 
FILED 1-25-1995. 


SHOCK TEK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHOCK”, APART FROM THE MARK AS SHOWN. 


CLASS 10—MEDICAL APPARATUS 


FOR SUPPORTIVE AND PROTECTIVE RUBBER PADS 
FOR USE IN THE TREATMENT OF CARPAL TUNNEL 
SYNDROME (U.S. CLS. 26, 39 AND 44). 


CLASS 17—RUBBER GOODS 

FOR ELASTOMERIC COMPOUND IN SHEET FORM 
FOR USE IN THE MANUFACTURE OF PROTECTIVE 
AND SUPPORTIVE GLOVE, WRIST, AND PALM PADS 
WHICH ARE USED TO TREAT CARPAL TUNNEL SYN- 
DROME (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 


SN 74-628,061. MOTHERS’ NETWORK, INC., NEW YORK, 
NY. FILED 1-31-1995. 


MOTHERS’ NETWORK 


OWNER OF U.S. REG. NO. 1,731,487. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MOTHERS”, APART FROM THE MARK AS 
SHOWN. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SERVICES, NAMELY, INSURANCE 
BROKERAGE IN THE FIELD OF HEALTH AND LIFE 
INSURANCE, AND CREDIT CARD SERVICES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 11-0-1992; IN COMMERCE 11-0-1992. 
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CLASS 39—TRANSPORTATION AND 
STORAGE - 
FOR ORGANIZING TRAVEL PACKAGE TOURS (U.S. 


CLS. 100 AND 105). 
FIRST USE 11-0-1992; IN COMMERCE 11-0-1992. 


SN 74-635,942. WITAN COMPANY, L.P., THE, ST. LOUIS, 
MO. FILED 2-17-1995. 


THE WITAN 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PREPARING BUSINESS REPORTS; COMPUTER 
DATA BASE MANAGEMENT; DATA PROCESSING IN 
THE FIELD OF BUSINESS AND ACCOUNTING; AC- 
COUNTING SERVICES (U.S. CLS. 100, 191 AND 102). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL PLANNING, ESTATE PLANNING 
AND TAX CONSULTATION; INVESTMENT MANAGE- 
MENT; NON-TRADITIONAL INVESTMENT ADVICE 
(U.S. CLS. 100, 101 AND 102). 


CLASS 38—COMMUNICATION 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, 
COMMUNICATING ACCOUNTING AND FINANCIAL IN- 
FORMATION VIA ELECTRONIC MEANS INCLUDING 
ELECTRONIC MAIL, VIDEO TELECONFERENCING, 
AND TELEPHONE (U.S. CLS. 100, 101 AND 104). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR FAMILY CONCIERGE SERVICE, COMPUTER 
SERVICES, NAMELY, COMPUTER SITE DESIGN IN THE 
FIELD OF ACCOUNTING AND FINANCIAL INFORMA- 
TION (U.S. CLS. 100 AND 101). 


SN 74-635,954. VANGUARD ‘PLASTICS, INC., MCPHER- 
SON, KS. FILED 2-17-1995. 


PLUMB PLUS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLUMB”, APART FROM THE MARK AS SHOWN. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR VALVES FOR USE IN CONJUNCTION WITH 
PLUMBING TUBING AND SUPPLY TUBES FOR PLUMB- 
ING (U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 9-24-1993; IN COMMERCE 9-24-1993. 


CLASS 17—RUBBER GOODS 


FOR PLASTIC PLUMBING TUBING AND SUPPLY 
TUBES FOR PLUMBING, AND PLASTIC FITTINGS 
THEREFOR, NAMELY, TEES, ELBOWS, COUPLINGS, 
CLAMPS AND ADAPTERS (US. CLS. 1, 5, 12, 13, 35 AND 
50). 
FIRST USE 8-31-1993; IN COMMERCE 8-31-1993. 
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SN 74-639,295. SKI & SPORT SHACK, DBA EZRIDER, 
WAKEFIELD, MA. FILED 2-27-1995. 


EZRIDER 


CLASS 28—TOYS AND SPORTING GOODS 
FOR SPORTING GOODS, NAMELY, SNOWBOARDS 

AND ACCESSORIES THEREFOR, NAMELY, STOMP 

PADS, GLOVES DESIGNED SPECIFICALLY FOR SNOW- 

BOARDING, AND BAGS DESIGNED SPECIFICALLY TO 

CARRY SNOWBOARDS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 9-0-1994; IN COMMERCE 9-0-1994. 


CLASS 42—MISCELLANEOUS SERVICES 
FOR RETAIL STORES FEATURING SPORTING 
GOODS, AND MAIL ORDER CATALOG SERVICES FEA- 
TURING SPORTING GOODS (U.S. CLS. 100 AND 101). 
FIRST USE 8-0-1993; IN COMMERCE 8-0-1993. 


SN 74-639,722. MR ETIKETTIERTECHNIK GMBH & CO. 
KG, D-32130 ENGER, FED REP GERMANY, FILED 
3-1-1995. 


THE MARK CONSISTS OF THE STYLIZED, LOWER 
CASE LETTER “M” ABOVE THE STYLIZED, LOWER 
CASE LETTER “R”. 


CLASS 7—MACHINERY 


FOR LABELLING MACHINES, PRINTING MACHINES, 
PACKAGING MACHINES (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 

FIRST USE 0-0-1972; IN COMMERCE 0-0-1984. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR ELECTRICAL AND ELECTRONIC CONTROLS 
FOR LABELLING, PRINTING AND PRINTING MA- 
CHINES; AND COMPUTER SOFTWARE, NAMELY, 
DATA PROCESSING PROGRAMS AND COMPUTERS 
FOR LABELLING, PRINTING AND PACKAGING MA- 
CHINES (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 0-0-1972; IN COMMERCE 0-0-1984. 


SN 74-646,242. HENRI STUDIO, INC., WAUCONDA, IL. 
FILED 3-13-1995. 


HENRI 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR DECORATIVE WATER FOUNTAINS (U.S. CLS. 13, 
21, 23, 31 AND 34). 
FIRST USE 12-31-1968; INCOMMERCE 12-31-1968. 


CLASS 22—CORDAGE AND FIBERS 


FOR LINERS OF FLEXIBLE VINYL FOR PONDS AND 
FOUNTAINS (U.S. CLS. 1, 2, 7, 19, 22, 42 AND 50). 
FIRST USE 12-31-1968; INCOMMERCE 12-31-1968. 


SN 74-648,482. NAK PRODUCTIONS, INC., STONEHAM, 
MA. FILED 3-20-1995. 


NANCY KERRIGAN 


THE MARK IDENTIFIES A LIVING INDIVIDUAL 
WHOSE CONSENT IS OF RECORD. 


CLASS 25—CLOTHING 


FOR SHORTS, SKIRTS, SOCKS, PANTS, CAPS, 
GLOVES, WARM UP SUITS, SWEATSHIRTS, SWEAT- 
PANTS, JACKETS, WIND RESISTANT JACKETS, TUR- 
TLENECK SHIRTS, T-SHIRTS, PURSES, COLLARED 
SHIRTS, DRESSES, FORMAL WEAR, NAMELY, 
DRESSES, SKIRTS, BLOUSES, EVENING GOWNS, JUMP- 
SUITS, WEDDING DRESSES, VESTS; FOOTWEAR, 
WARM UP BOOTS, SWIMWEAR, HEADBANDS, TIGHTS, 
LONG UNDERWEAR, LEG WARMERS, LEOTARDS, 
SCARVES, FIGURE SKATING OUTFITS (U.S. CLS. 22 
AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR ICE SKATES, BLADE PROTECTORS FOR ICE 
SKATES, FIGURE SKATING BOOTS, SNOW SKIS, 
WATER SKIS, SKI POLES, SKI GOGGLES, SPORTS GOG- 
GLES, EXERCISE EQUIPMENT, NAMELY, WEIGHT 
LIFTING MACHINES AND CARDIO-VASCULAR MA- 
CHINES; FITNESS AND EXERCISE EQUIPMENT USED 
TO STRENGTHEN OR TONE VARIOUS MUSCLE 
GROUPS, NAMELY, HAND HELD WEIGHTS, BANDS, 
ANKLE WEIGHTS, ABDOMINAL STRENGTHENERS 
(U.S. CLS. 22, 23, 38 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 
FOR PROMOTING THE GOODS/SERVICES OF 

OTHERS THROUGH THE ISSUANCE OF PRODUCT/ 

SERVICE ENDORSEMENTS (U.S. CLS. 100, 101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF ICE SKATING PERFORMANCE (U.S. CLS. 100, 101 
AND 107). 


SN 74-672,181. AEXPERT, INC., LANCASTER, PA. FILED 
5-10-1995. 


AEXPERT ONLINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ONLINE”, APART FROM THE MARK AS SHOWN. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE FOR MANAGING IN- 
VESTMENTS (US. CLS. 21, 23, 26, 36 AND 38). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR COMPUTERIZED INVESTMENT MANAGEMENT 
SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 74-674,787. CARIBES ANSTALT, 9496 BALZERS, 
LIECHTENSTEIN, FILED 5-12-1995. 


OWNER OF LIECHTENSTEIN REG. NO. 9247, DATED 
11-15-1994, EXPIRES 11-15-2014. 


CLASS 5—PHARMACEUTICALS 


FOR DIETARY DRINK MIX FOR USE AS A MEAL 
REPLACEMENT; NUTRITIONAL DRINK MIX FOR USE 
AS A MEAL REPLACEMENT; AND HYGIENIC ARTI- 
CLES FOR WOMEN, NAMELY, MENSTRUATION BAN- 
DAGES, PADS, TAMPONS, AND PANTS (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 


CLASS 32—LIGHT BEVERAGES 

FOR BEER; MINERAL WATER; AERATED WATER; 
NON-ALCOHOLIC MALT COOLERS; FRUIT DRINKS 
AND FRUIT JUICES; AND SYRUPS FOR MAKING FRUIT 
DRINKS (U.S. CLS. 45, 46 AND 48). 
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SN 74-683,261. WAESCHLE MASCHINENFABRIK GMBH, 
D-88214 RAVENSBURG, FED REP GERMANY, FILED 
5-9-1995. 


Pi 





wit 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. 39510265.0, FILED 
3-7-1995, REG. NO. 39510265, DATED 8-10-1995, EXPIRES 
3-31-2005. 

OWNER OF U.S. REG. NOS. 1,375,468, 1,429,004 AND 
1,869,217. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MADE BY”, APART FROM THE MARK AS 
SHOWN. 

THE LINING AND THE STIPPLING SHOWN IN THE 
DRAWING ARE FEATURES OF THE MARK AND ARE 
NOT INTENDED TO INDICATE COLOR. 

THE MARK CONSISTS, IN PART, OF A CHECK MARK 
WITHIN A RECTANGULAR BORDER. 


CLASS 6—METAL GOODS 


FOR SILOS AND CONTAINERS MADE OF METAL 
FOR THE STORAGE AND TRANSPORTING OF GOODS; 
PIPES AND CONDUITS FOR USE WITH BULK HAN- 
DLING INSTALLATIONS MADE OF METAL (U.S. CLS. 2, 
12, 13, 14, 23, 25 AND 50). 


CLASS 7—MACHINERY 


FOR MECHANICAL INSTALLATIONS FOR HAN- 
DLING BULK MATERIALS, THEIR PARTS AND ACCES- 
SORIES, NAMELY, CONVEYORS, DUST SEPARATORS, 
MECHANICAL MIXING MACHINES, DISCHARGE UNITS 
AS COMPONENTS OF THE AFOREMENTIONED IN- 
STALLATIONS FOR DRAINING BULK GOODS FROM 
CONTAINERS; VALVES, NAMELY, SLIDE VALVES, 
FLAP VALVES, DIVERTER VALVES AND ROTARY 
VALVES AND AIR FILTERS FORMING PART OF THE 
AFORESAID MACHINERY; DISTRIBUTION DEVICES, 
NAMELY, PIPES, TUBES AND HOSES; PUMPS AND 
BLOWERS FOR THE PRESSURE-CONVEYING OF GRAN- 
ULATED, POWDERED AND FLUID MATERIALS; COM- 
PRESSORS FOR MACHINES AND CYCLONE AND 
COUNTERFLOW SEPARATORS (US. CLS. 13, 19, 21, 23, 
31, 34 AND 35). 


CLASS 9—-ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR DOSING UNITS, LEVEL INDICATORS AND 
WEIGHING UNITS, ALL BEING ESSENTIALLY OF AUX- 
ILIARY EQUIPMENT FOR CONVEYORS; AND ELEC- 
TRIC CONTROLS FOR CONVEYORS (U.S. CLS. 21, 23, 26, 
36 AND 38). 
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CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR DUST SEPARATORS IN THE NATURE OF FIL- 
TERS MADE FROM METAL; AIR FILTERS FOR INDUS- 
TRIAL INSTALLATIONS; VENTILATION FANS; HEAT- 
ING, COOLING, DRYING AND VENTILATING UNITS 
FOR USE IN MIXING AND HOMOGENIZING OF BULK 
GRANULAR MATERIALS (U.S. CLS. 13, 21, 23, 31 AND 
34). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR CONSTRUCTION AND MAINTENANCE OF IN- 
STALLATIONS FOR HANDLING BULK MATERIALS 
(U.S. CLS. 100, 103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PLANNING, DESIGNING AND CONSTRUCTION- 
AL CONSULTATION SERVICES IN ASSOCIATION WITH 
THE HANDLING OF BULK MATERIALS (U.S. CLS. 100 
AND 101). 


SN 74-687,916. BOARD OF REGENTS OF THE UNIVERSI- 
TY SYSTEM OF GEORGIA, ATLANTA, GA. FILED 
6-13-1995. 


Savannah State College 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SAVANNAH STATE COLLEGE”, APART FROM 
THE MARK AS SHOWN. 


CLASS 14—JEWELRY 


FOR JEWELRY, NAMELY CLASS RINGS (USS. CLS. 2, 
27, 28 AND 50). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAPER GOODS AND PRINTED MATTER, 
NAMELY NOTEBOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY T-SHIRTS (U.S. CLS. 22 
AND 39). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATION SERVICES, NAMELY CONDUCT- 
ING COURSES OF STUDY AT THE COLLEGE LEVEL 
AND ENTERTAINMENT SERVICES IN THE NATURE 
OF COMPETITIONS IN THE FIELD OF ATHLETICS (U.S. 
CLS. 100, 101 AND 107). 
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SN 74-694,672. FRIATEC AKTIENGESELLSCHAFT KERA- 
MIK-UND KUNSTSTOFFWERKE, D-68229 MANNHEIM, 
FED REP GERMANY, FILED 6-28-1995. 


FRIATHERM 


OWNER OF FED REP GERMANY REG. NO. 39410568, 
DATED 6-27-1995, EXPIRES 12-31-2004. 

OWNER OF U.S. REG. NOS. 1,456,091, 1,950,276 AND 
OTHERS. 


CLASS 6—METAL GOODS 


FOR METAL PIPES AND FITTINGS THEREFOR; 
METAL COLLARS, COUPLINGS, ELBOWS AND JOINTS; 
METAL TRANSITION FITTINGS FOR CONNECTING 
METAL PIPE TO PLASTIC PIPE; PIPE MOUNTS, CLIPS, 
HANGERS AND CLAMPS MADE OF METAL; METAL 
VENTILATING DUCTS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


FOR VENTILATING LOUVERS AND REGISTERS; 
WATER AERATORS AND DEAERATORS FOR DOMES- 
TIC, COMMERCIAL AND INDUSTRIAL USE; TOILETS 
AND PARTS AND ACCESSORIES THEREFOR, NAMELY, 
TOILET SEATS AND LIDS, TOILET TANKS, TOILET 
TANK SEALS, TOILET TANK COVERS, TOILET FILL 
VALVES, TOILET FLUSH VALVES, TOILET FLUSH- 
PIPES, FLUSH LEVERS; TOILET FLOATS, TOILET 
OVERFLOW TUBES, MANUAL SHUT-OFF VALVES, 
COVERING ROSETTES OR PIPE ESCUTCHEONS AND 
MOUNTING ELEMENTS THEREFOR; URINALS; AUTO- 
MATIC FLUSH ACTUATORS; WATER SUPPLY AND 
WASTE CONNECTING PARTS FOR TOILETS AND URI- 
NALS, NAMELY, MOUNTS, CONNECTING PIPES, ES- 
CUTCHEONS, PIPE SEALS AND NUTS; WASTE PIPE 
VENTILATORS; HOT WATER SURFACE AND FLOOR 
HEATERS AND PARTS THEREOF, NAMELY, MOUNT- 
ING PLATES FOR HOT WATER PIPES AND RADIA- 
TORS (U.S. CLS. 13, 21, 23, 31 AND 34). 


CLASS 17—RUBBER GOODS 


FOR PLASTIC PIPES FOR PLUMBING PURPOSES; 
PLASTIC PIPE FITTINGS, NAMELY, REDUCERS, COL- 
LARS, COUPLINGS, SLEEVES, JOINTS, Y AND TEE 
BRANCHES, ELBOWS, CLEAN-OUTS, PIPE SADDLES 
AND TRANSITION FITTINGS FOR CONNECTING TO 
OTHER TYPES OF PIPE; SEALS FOR GAS OR WATER 
PIPE CONNECTIONS; PIPE MOUNTS, HANGERS AND 
CLAMPS MADE OF PLASTIC; INSULATORS AND INSU- 
LATION FOR GAS, WATER, HEATING AND VENTILAT- 
ING PIPES (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 


SN 74-694,723. DONZIS, BYRON A., HOUSTON, TX. FILED 
6-28-1995. 


DONZIS REVENGE 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR ATHLETIC HELMETS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR PROTECTIVE PADDING FOR ATHLETIC USE 
(U.S. CLS. 22, 23, 38 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


™ 7 


SN 74-699,148. GC THORSEN, 
FILED 7-10-1995. 


INC., ROCKFORD, IL. 


PULLAR BLUE 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR HAND CLEANING PREPARATIONS AND DE- 
GREASING PREPARATIONS USED TO REMOVE 
GREASE AND GRIME FROM THE SURFACES OF OB- 
JECTS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 3-1-1995; IN COMMERCE 4-1-1995. 


CLASS 4—LUBRICANTS AND FUELS 


FOR LUBRICANTS USED TO FACILITATE THE PULL- 
ING OF ELECTRICAL CABLES THROUH PIPES AND 
CONDUITS (U.S. CLS. 1, 6 AND 15). 

FIRST USE 3-1-1995; IN COMMERCE 4-1-1995. 


SN 74-700,919. ARTGRATEL PRODUCTION SA, 94000 
CRETEIL, FRANCE, FILED 7-14-1995. 


LES VOYAGES EROTIQUES 
LOVE ISLAND 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 95.553.786, FILED 1-17-1995, REG. NO. 
95/553786, DATED 1-17-1995, EXPIRES 1-17-2005. 

THE FRENCH WORDS “LES VOYAGES EROTIQUES” 
MAY BE PROPERLY TRANSLATED AS “THE EROTIC 
VOYAGES”. 


CLASS 9—-ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR TELEVISION SETS, TAPE RECORDERS, VIDEO- 
TAPE RECORDERS; COMPACT OPTICAL DISCS CON- 
TAINING DIGITAL DATA, VIDEOGRAMS, PHONO- 
GRAMS, TAPES, VIDEOTAPES, RECORDING DISCS, 
AUDIO AND VIDEO COMPACT DISCS, MAGNETIC 
DISCS, MICRO FLOPPY DISCS AND OPTICAL DATA 
CARRIERS, ALL CONTAINING PRE-RECORDED MATE- 
RIAL IN THE FORM OF DOCUMENTARIES AND SUB- 
JECTS RELATING TO HISTORY (U.S. CLS. 21, 23, 26, 36 
AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOOKS, EDUCATIONAL BOOKS, MAGAZINES, 
NEWSPAPERS, PERIODICALS, CATALOGUES, POST- 
ERS, MAIL COVERS, LITHOGRAPHIC PRINTS, PHOTO- 
GRAPHS, ALL RELATING TO GAMES, HISTORY AND 
DOCUMENTARIES, AND PHOTOGRAPHIC MOUNTS 
(US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 38—COMMUNICATION 


FOR COMMUNICATION BY TELEMATIC SERVICES, 
TELEPRINTING, TRANSMISSION OF MESSAGES AND 
TELEGRAMS, BROADCASTING OF PROGRAMS, 
NAMELY, BROADCASTING BY VIDEOTAPE, VIDEO- 
GRAM PHONOGRAM, COMPACT DISC, LASER DISC 
AND COMPACT OPTICAL DISCS CONTAINING DIGI- 
TAL DATA (U.S. CLS. 100, 101 AND 104). 
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SN 74-701,353. BOBLINSTE-DAVJAN, L.C., IOWA CITY, 
IA. FILED 7-14-1995. 


ALPHABETSVILLE 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR EDUCATIONAL MULTIMEDIA PRODUCTS, 
NAMELY, CD-ROM, AUDIO CASSETTES AND VIDEO 
CASSETTES FOR USE BY CHILDREN AND EDUCATORS 
OF CHILDREN FOR GENERAL EDUCATIONAL 
THEMES (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CHILDREN’S BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 


SN 74-704,836. SECO PRODUCTS CORPORATION, WASH- 
INGTON, MO. FILED 7-19-1995. 


Perfect*Temp 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR FOOD STORAGE, RETHERMALIZATION AND 
DISTRIBUTION SYSTEMS COMPRISED OF ELECTRI- 
CAL CIRCUIT BREAKERS, CONTROLLERS, DISPLAY 
MONITORS, AND THERMALIZATION CARTS AND 
CABINETS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-0-1990; IN COMMERCE 10-0-1990. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 

FOR THERMALIZATION CARTS AND CABINETS 
COMPRISED OF ELECTRICAL CIRCUIT BREAKERS, 
CONTROLLERS, DISPLAY MONITORS FOR FOOD 
STORAGE, RETHERMALIZATION AND DISTRIBUTION 
SYTEMS (U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 10-0-1990; IN COMMERCE 10-0-1990. 


SN 74-707,271. PUBLIC SERVICE COMPANY OF NEW 
MEXICO, ALBUQUERQUE, NM. FILED 7-28-1995. 


PNM 


OWNER OF U.S. REG. NO. 1,910,463. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR MANAGEMENT OF THE ENERGY NEEDS AND 
USAGE OF OTHERS, IN THE FIELDS OF GAS, ELEC- 
TRICITY, WATER, CHILLED WATER AND STEAM; OP- 
ERATION AND MANAGEMENT OF THE PUBLIC AND 
PRIVATE UTILITIES AND MUNICIPAL WATER AND 
WASTE WATER FACILITIES OF OTHERS (U.S. CLS. 100, 
101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR WASTE MANAGEMENT SERVICES IN THE 
FIELD OF WASTE WATER (U.S. CLS. 100 AND 101). 
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SN 74-709,225. CENTSIBLE KIDS, INC., BALTIMORE, MD. 
FILED 8-1-1995. 


SEC. 2(F) AS TO “MONEY MANAGEMENT CAMP”. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR EDUCATIONAL TEXTS AND RELATED EDUCA- 
TIONAL MATERIALS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL TRAINING SERVICES (U.S. CLS. 
100, 101 AND 107). 


SN 74-709,939. DE BURK-BALLIER, ELIZABETH 
KIEHNLE NANNE, VIUDA, 01040, MEXICO, FILED 
8-2-1995. 


COLORITOS 


OWNER OF U.S. REG. NO. 1,651,263. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PLASTICINE FOR HOBBY WORK AND MODEL- 
ING, CRAYONS, CHALKS, WRITING INKS, ADHESIVES 
FOR STATIONERY AND HOUSEHOLD PURPOSES, AND 
PAINTBRUSHES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR DIAMANTINE (DIAMOND-LIKE, GLITTERING 
CRYSTALS OR PIECES OF PLASTIC) FOR ORNAMEN- 
TATION OF STATIONERY (U.S. CLS. 2, 13, 22, 25, 32 AND 
50). 
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SN 74-710,615. UNITED REFINING COMPANY, WARREN, 
PA. FILED 8-3-1995. 


UNITED REFINING CO. 


OWNER OF U.S. REG. NOS. 222,559, 1,017,668 AND 
1,030,493. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REFINING CO.”, APART FROM THE MARK AS 
SHOWN. 


CLASS 4—LUBRICANTS AND FUELS 


FOR PETROLEUM PRODUCTS, NAMELY, GASOLINE, 
DIESEL FUEL, AND LIGHT DISTILLATES, NAMELY, 
HEATING OIL, KEROSENE AND MOTOR OIL (U.S. CLS. 
1, 6 AND 15). 

FIRST USE 2-0-1922; IN COMMERCE 2-0-1922. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR ASPHALT (USS. CLS. 1, 12, 33 AND 50). 
FIRST USE 3-26-1975; IN COMMERCE 3-26-1975. 


SN 74-711,640. BIOFIT ENGINEERED SEATING LIMITED 
PARTNERSHIP, DBA BIOFIT ENGINEERED SEATING, 
BOWLING GREEN, OH. FILED 8-7-1995. 


BIO€SFIT 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK BUT IS NOT MEANT TO INDI- 
CATE COLOR. 


CLASS 10—MEDICAL APPARATUS 


FOR MEDICAL PATIENT OR TREATMENT CHAIRS 
AND STOOLS (U.S. CLS. 26, 39 AND 44). 
FIRST USE 1-4-1993; IN COMMERCE 1-4-1993. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR FURNITURE, NAMELY, CHAIRS AND STOOLS 
FOR OFFICE, EDUCATIONAL, LABORATORY AND IN- 
DUSTRIAL USE; CHAIRS AND STOOLS FOR MEDICAL 
AND CLINICAL USE, NAMELY, SURGERY STOOLS 
AND CHAIRS, STATIC CONTROL CHAIRS AND PA- 
TIENT BLOOD DRAW CHAIRS; AND PEDESTAL 
STANDS AND PEDESTAL DESKS, WITH AND WITH- 
OUT WHEELS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 1-4-1993; IN COMMERCE 1-4-1993. 


174-558 TMOG-97-20 — QL3 
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SN 74-712,079. SOCIETE BRUNO DELGRANGE, 77160 
PROVINS, FRANCE, FILED 8-7-1995. 


D 


B 


BRUNO DELGRANGE 


OWNER OF FRANCE REG. NO. 95555675, DATED 
1-30-1995, EXPIRES 1-30-2005. 

THE MARK IN THE DRAWING IS LINED FOR THE 
COLOR GREEN. 

“BRUNO DELGRANGE” IS THE NAME OF A LIVING 
INDIVIDUAL WHOSE CONSENT IS OF RECORD. 


CLASS 18—LEATHER GOODS 


FOR (BASED ON FRENCH’ REGISTRATION 
44(E))LEATHER AND IMITATIONS OF LEATHER, MO- 
ROCCO-LEATHER GOODS OR MOROCCO-LEATHER 
IMITATIONS SOLD IN BULK; HANDBAGS, SCHOOL 
BAGS; ANIMAL SKINS, HIDES; TRUNKS, NAMELY, 
TRAVELING TRUNKS, TRAVEL BAGS; UMBRELLAS, 
PARASOLS AND WALKING STICKS; WHIPS, HARNESS 
AND (BASED ON USE IN COMMERCE) SADDLERY (U.S. 
CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 4-15-1988; IN COMMERCE 4-15-1988. 


CLASS 25—CLOTHING 

FOR (BASED ON FRENCH REGISTRATION 44(E)) 
CLOTHING, NAMELY, JACKETS, TROUSERS, WAIST 
COATS, TRACK SUITS, SHIRTS, SHORT SLEEVED 
SHIRTS, CASUAL SHIRTS, SHORTS, BELTS, TEE- 
SHIRTS, PULL-OVERS, CAPS, GLOVES, HEAD WEAR 
AND FOOTWEAR (U.S. CLS. 22 AND 39). 


SN 74-714,187. CAPSTONE GROUP, LLC, THE, SAN JOSE, 
CA. FILED 8-11-1995. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GROUP, LLC”, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 
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CLASS 35—ADVERTISING AND BUSINESS 
FOR BUSINESS MANAGEMENT AND CONSULTA- 
TION SERVICES IN THE FIELDS OF BUSINESS ADMIN- 
ISTRATION AND OPERATIONS, FINANCIAL AND AC- 
COUNTING OPERATIONS, AND HUMAN FACTORS EN- 
GINEERING (U.S. CLS. 100, 101 AND 102). 
FIRST USE 1-0-1995; IN COMMERCE 1-0-1995. 


CLASS 36—INSURANCE AND FINANCIAL 

FOR FINANCIAL MANAGEMENT CONSULTATION 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-0-1995; IN COMMERCE 1-0-1995. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER CONSULTATION (U.S. CLS. 100 AND 
101). 

FIRST USE 1-0-1995; INCOMMERCE 1-0-1995. 


SN 74-714,902. RINGLING BROS.-BARNUM & BAILEY 
COMBINED SHOWS, INC., VIENNA, VA. FILED 
8-14-1995. 


AMERICA’S LIVING 
NATIONAL TREASURE 


OWNER OF U.S. REG. NO. 1,908,436. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICA’S”, APART FROM THE MARK AS 
SHOWN. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR PROVIDING AN INTERACTIVE ON-LINE DATA 
BASE IN THE FIELDS OF ENTERTAINMENT EDUCA- 
TION, HISTORICAL AND BIOGRAPHICAL INFORMA- 
TION REGARDING A SPECIFIC CIRCUS, PERFORMERS, 
ANIMALS AND OTHER CIRCUS-RELATED INFORMA- 
TION (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ELECTRONIC ON-LINE RETAILING IN THE 
FIELD OF MERCHANDISE RELATED TO A SPECIFIC 
CIRCUS (U.S. CLS. 100 AND 101). 


SN 74-714,926. RINGLING BROS.-BARNUM & BAILEY 
COMBINED SHOWS, INC., VIENNA, VA. FILED 
8-14-1995. 


RINGLING BROS. AND 
BARNUM & BAILEY 


OWNER OF U.S. REG. NO. 870,254. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PROVIDING AN INTERACTIVE ON-LINE DATA 
BASE IN THE FIELDS OF ENTERTAINMENT, EDUCA- 
TION, HISTORICAL AND BIOGRAPHICAL INFORMA- 
TION REGARDING A SPECIFIC CIRCUS, PERFORMERS, 
ANIMALS AND OTHER CIRCUS-RELATED INFORMA- 
TION (U.S. CLS. 100, 101 AND 107). 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ELECTRONIC ON-LINE RETAILING IN THE 
FIELD OF MERCHANDISE RELATED TO A SPECIFIC 
CIRCUS (U.S. CLS. 100 AND 101). 


SN 74-716,131. TEXAS UTILITIES COMMUNICATIONS, 
INC., DALLAS, TX. FILED 8-2-1995. 


TU COMMUNICATIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMMUNICATIONS”, APART FROM THE MARK 
AS SHOWN. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR ELECTRONIC PAYMENT, NAMELY, ELECTRON- 
IC PROCESSING AND TRANSMISSION OF PUBLIC 
UTILITIES BILLING AND PAYMENT DATA (US. CLS. 
100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR TELEPHONE MAINTENANCE AND REPAIRS OF 
TELEPHONE COMMUNICATION LINES FOR THE BEN- 
EFIT OF OTHERS (U.S. CLS. 100, 103 AND 106). 


SN 74-718,345. SURF RIDE, INC., OCEANSIDE, CA. FILED 
8-21-1995. 


SURF RIDE 


OWNER OF U.S. REG. NO. 642,366. 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, HATS, PANTS, SWEAT- 
PANTS, SHORTS, SWIMWEAR, TEE SHIRTS, SWEAT- 
SHIRTS, AND JACKETS (U.S. CLS. 22 AND 39). 

FIRST USE 4-1-1995; IN COMMERCE 4-1-1995. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR SPORTING GOODS, NAMELY, SURFBOARD 
LEASHES AND SURFBOARDS (U.S. CLS. 22, 23, 33 AND 
50). 
FIRST USE 4-14-1995; IN COMMERCE 4-14-1995. 


SN 74-718,451. INTERACTIVE MARKETING VENTURES, 
INC., WAYNE, PA. FILED 8-21-1995. 


BIO.PLAN 


CLASS 5—PHARMACEUTICALS 


FOR VITAMINS AND MINERAL SUPPLEMENTS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRE-RECORDED VIDEO CASSETTES FEATUR- 
ING HEALTH AND FITNESS INSTRUCTION (U.S. CLS. 
21, 23, 26, 36 AND 38). 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PRINTED INSTRUCTIONAL MATERIALS ON 
THE SUBJECT OF HEALTH AND FITNESS (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 


SN 74-723,177. GRAYMARK INTERNATIONAL, _INC., 
TUSTIN, CA. FILED 8-31-1995. 


COMMANDER 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR PERSONAL COMPUTERS AND COMPUTER OP- 
ERATING PROGRAMS FOR TEACHING TECHNICIANS 
COMPUTER PRINCIPLES (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 2-3-1995; IN COMMERCE 2-3-1995. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PRINTS AND PUBLICATIONS, NAMELY, COM- 
PUTER INSTRUCTION, TROUBLESHOOTING, REPAIR 
AND TRAINING MANUALS USED WITH PERSONAL 
COMPUTERS AND COMPUTER OPERATING PRO- 
GRAMS FOR TEACHING COMPUTER PRINCIPLES (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 2-3-1995; IN COMMERCE 2-3-1995. 


SN 74-724,241. WEI MING PHARMACEUTICAL MFG. CO., 
LTD., TAIPEI, TAIWAN, FILED 8-29-1995. 


CYCLOCEL 


CLASS 1—CHEMICALS 


FOR EXCIPIENTS FOR USE IN THE MANUFACTURE 
OF PHARMACEUTICALS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


CLASS 30—STAPLE FOODS 
FOR FOOD ADDITIVES FOR USE AS FILLER (U.S. CL. 
46). 


SN 74-724,851. BROTHERHOOD COMMISSION OF THE 
SOUTHERN BAPTIST CONVENTION, MEMPHIS, TN. 
FILED 9-5-1995. 


(RLD-CHANGERS 


COLLEGIATE 


Southern Baptists ‘Baptists Making A | A Difference 


OWNER OF U.S. REG. 
1,829,240. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLEGIATE” AND “SOUTHERN BAPTISTS”, 
APART FROM THE MARK AS SHOWN. 


NOS. 1,647,705, . 1,662,882 AND 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY CONDUCT- 
ING COURSES IN THE FIELD OF RELIGION FOR COL- 
LEGE STUDENTS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 6-30-1994; IN COMMERCE 6-30-1994. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR MISSIONARY SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 6-30-1994; IN COMMERCE 6-30-1994. 


SN 74-724,967. CASSINGHAM, RANDY, PALO ALTO, CA. 
FILED 8-22-1995. 


THIS IS TRUE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR NEWSPAPER COLUMNS FEATURING INTEREST- 
ING, TRUE NEWS STORIES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 4-30-1995; IN COMMERCE 4-30-1995. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR ELECTRONIC PUBLICATIONS, NAMELY, NEWS 
COLUMNS FEATURING INTERESTING, TRUE NEWS 
STORIES, AVAILABLE THROUGH THE GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 4-30-1995; IN COMMERCE 4-30-1995. 


SN 74-725,718. NTT SOFTWARE CORPORATION, KAN- 
AGAWA-KEN, JAPAN, FILED 9-6-1995. 


CYBERCAMPUS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER SOFTWARE, NAMELY, COMPUTER 
OPERATING PROGRAMS FOR THE DELIVERY OF 
VARIOUS APPLICATIONS ON-LINE, AND INSTRUC- 
TIONAL MANUALS SOLD THEREWITH (U.S. CLS. 21, 23, 
26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR COMPUTER PROGRAM INSTRUCTIONAL MANU- 
ALS IN THE FIELD OF COMPUTER OPERATING PRO- 
GRAMS FOR THE DELIVERY OF VARIOUS APPLICA- 
TIONS ON-LINE (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 74-728,544. AYAM, ROBERTO ISAAC, VENEZUELA 
2077 - BUENOS AIRES, ARGENTINA, FILED 9-13-1995. 


R.A. CONCEPT 


CLASS 25—CLOTHING 

FOR CHEMISES, CHEMISETTES, T-SHIRTS, SWEAT- 
ERS, JACKETS, JEANS, TROUSERS, SOCKS, UNDER- 
WEAR, FOOTWEAR AND HEADWEAR (US. CLS. 22 
AND 39). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL CLOTHING STORE SERVICES IN THE 
FIELD OF CLOTHING AND ACCESSORIES (U.S. CLS. 100 
AND 101). 


SN 74-729,394. NETGRAPHICS, L.L.C, COLORADO 
SPRINGS, CO. FILED 9-15-1995. 


NETGRAFX 


CLASS 35—ADVERTISING AND BUSINESS 


FOR DISSEMINATION OF ADVERTISING FOR 
OTHERS VIA AN ON-LINE ELECTRONIC COMMUNICA- 
TIONS NETWORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-0-1994; IN COMMERCE 11-0-1994. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL OUTLET FEATURING COMPUTER 
HARDWARE; DESIGN OF WEB PAGES FOR OTHERS; 
AND DESIGN OF INTERNAL COMPUTER NETWORKS 
ACCESSED VIA ON-LINE ELECTRONIC COMMUNICA- 
TIONS NETWORK FOR OTHERS (U.S. CLS. 100 AND 101). 

FIRST USE 11-0-1994; IN COMMERCE 11-0-1994. 


SN 74-730,551. SYSCO CORPORATION, HOUSTON, TX. 
FILED 9-18-1995. 


OWNER OF U.S. REG. NOS. 961,869 AND 1,513,267. 

THE MARK CONSISTS OF A CUBE DESIGN, CON- 
TAINING AND FORMING THE LETTERS “S Y S CO”, 
AND TWO LINES, LINED FOR THE COLORS RED AND 
BLUE. 


iM 


CLASS 1—CHEMICALS 

FOR ARTIFICIAL SWEETENER (U.S. CLS. 1, 5, 6, 10, 26 
AND 46). 

FIRST USE 2-0-1985; IN COMMERCE 2-0-1985. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR NON-DAIRY CREAMER (U.S. CL. 46). 
FIRST USE 2-0-1985; IN COMMERCE 2-0-1985. 


CLASS 30—STAPLE FOODS 


FOR SALT, PEPPER, SUGAR, STEAK SAUCE, 
WORCESTERSHIRE SAUCE, KETCHUP, MAYONNAISE 
AND MUSTARD (U.S. CL. 46). 

FIRST USE 2-0-1985; IN COMMERCE 2-0-1985. 


SN 74-736,429. JONES INTERNATIONAL, LTD., ENGLE- 
WOOD, CO. FILED 9-27-1995. 


NEW CITY NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NETWORK”, APART FROM THE MARK AS 
SHOWN. 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 38—COMMUNICATION 


FOR CABLE TELEVISION BROADCASTING SERV- 
ICES (U.S. CLS. 100, 101 AND 104). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES, NAMELY, PROVIDING EDUCATIONAL, ENTER- 
TAINMENT AND INFORMATIONAL TELEVISION PRO- 
GRAMMING (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR LEASING ACCESS TIME TO A COMPUTER OF 
HOST DATABASE CONTAINING NEWS, FINANCIAL, 
ENTERTAINMENT, AND EDUCATIONAL INFORMA- 
TION AND PROVIDING COMPUTER SERVICES, 
NAMELY, LEASING ACCESS TIME TO COMPUTER DA- 
TABASES IN THE FIELD OF ELECTRONIC MAIL, 
HOME SHOPPING, CONFERENCING, COMPUTER SUP- 
PORT, DATA DOWNLOAD, LIBRARY REFERENCE MA- 
TERIALS AND INFORMATION STORAGE AND RE- 
TRIEVAL IN THE FIELDS OF NEWS, FINANCE, STOCK 
QUOTES, EDUCATION INFORMATION AND SOFT- 
WARE (U.S. CLS. 100 AND 101). 


SN 74-736,435. LIFEWISE INGREDIENTS, INC., BUFFALO 
GROVE, IL. FILED 8-31-1995. 


[IFEWVISE 


CLASS 1—CHEMICALS 


FOR CHEMICAL SUBSTANCES AND NATURAL BO- 
TANICAL EXTRACTS FOR PRESERVING FOOD STUFFS 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 12-1-1991; INCOMMERCE 12-1-1991. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR MEAT, FISH, POULTRY, GAME, MEAT EX- 
TRACTS, PRESERVED DRIED AND COOKED FRUITS 
AND VEGETABLES, GRAINS, JELLIES, JAMS, EGGS 
AND MILKS, OIL AND FAT SUBSTITUTES FOR USE AS 
FOOD FLAVORERS, TEXTURIZERS AND COLORINGS 
(U.S. CL. 46). 

FIRST USE 12-1-1991; IN COMMERCE 12-1-1991. 


CLASS 30—STAPLE FOODS 


FOR COFFEE, TEA, COCOA, SUGAR, RICE, TAPIOCA, 
SAGO, ARTIFICIAL COFFEE, FLAVOR, PROCESSED CE- 
REALS, BREAD, PASTRY, CANDY, FLAVORED ICES, 
HONEY, TREACLE, YEAST BAKING POWDER, SALT, 
MUSTARD, VINEGAR, SAUCES (EXCEPT SALAD 
DRESSINGS), SPICES, ICE, SALT FOR USE AS FOOD 
FLAVORERS, AND COLORING (U.S. CL. 46). 

FIRST USE 12-1-1991; IN COMMERCE 12-1-1991. 
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SN 75-000,023. AMERICAN BROADCASTING COMPA- 
NIES, INC., NEW YORK, NY. FILED 10-2-1995. 


ABC 


OWNER OF U.S. REG. NO. 755,703. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER SOFTWARE, NAMELY FLOPPY 
DISKS AND CD-ROMS FEATURING ENTERTAINMENT, 
SPORTS AND NEWS PROGRAMMING AND INFORMA- 
TION (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 


CLASS 42—MISCELLANEOUS SERVICES 

FOR PROVIDING ACCESS TO A COMPUTERIZED DA- 
TABASE IN THE FIELD OF TELEVISION AND RADIO 
PROGRAMS, SPORTS, NEWS AND ENTERTAINMENT, 
AND ALLOWING FOR INTERACTIVE EXCHANGE OF 
MESSAGES AND INFORMATION (U.S. CLS. 100 AND 
101). 

FIRST USE 10-0-1994; IN COMMERCE 10-0-1994. 


SN 75-000,892. WANLESS, MARY, WILTS. SN14 9HZ, ENG- 
LAND, FILED 10-2-1995. 


RIDE WITH YOUR MIND 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR PRE-RECORDED VIDEO CASSETTES IN THE 
FIELD OF EQUITATION (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 1-21-1994; IN COMMERCE 1-21-1994. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR BOOKS IN THE FIELD OF EQUITATION (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 10-15-1991; INCOMMERCE 10-15-1991. 


SN 75-001,873. MORAN FOODS, INC., ST. LOUIS, MO. 
FILED 10-5-1995. 


SIERRA MIGUEL 


CLASS 29—MEATS AND PROCESSED FOODS 

FOR MEXICAN FOOD ITEMS, NAMELY, REFRIED 
BEANS, PROCESSED BLACK BEANS, SNACK FOOD 
BEAN DIP, DICED TOMATOES, PROCESSED GREEN 
CHILES, AND JALAPENO SLICES (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 

FOR MEXICAN FOOD ITEMS, NAMELY, TACO 
SHELLS, BURRITOS, ENCHILADAS, TAMALES, SALSA, 
PICANTE SAUCE, FLOUR TORTILLAS, AND TORTILLA 
CHIPS (U.S. CL. 46). 


SN 75-005,299. W. RALSTON (CANADA) INC., QUEBEC, 
CANADA, FILED 10-13-1995. 


TITE & TIDY 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PLASTIC TRASH AND GARBAGE BAGS, PLAS- 
TIC FOOD WRAP (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


FOR REUSEABLE PLASTIC FOOD WRAP DISPENSER 
(U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


SN 75-008,085. COLLEGE ENTRANCE EXAMINATION 
BOARD, NEW YORK, NY. FILED 10-20-1995. 


CSS/FINANCIAL AID 
PROFILE 


OWNER OF U.S. REG. NOS. 1,048,307 AND 1,069,137. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AID”, APART FROM THE MARK AS SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PUBLICATIONS, NAMELY PRINTED FORMS, 
QUESTIONNAIRES, BOOKS, HANDBOOKS, PERIODI- 
CALS, CATALOGUES, PAMPHLETS, BROCHURES AND 
NEWSLETTERS, FEATURING INFORMATION ON AND 
PROCEDURES FOR APPLYING FOR FINANCIAL AID 
FOR COLLEGE (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 11-0-1994; IN COMMERCE 11-0-1994. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR CONSULTING IN THE FIELD OF EDUCATION 
AND FINANCIAL AID, NAMELY ASSISTING STUDENTS 
WITH RESPECT TO AVAILABILITY AND PRE-REQUI- 
SITES FOR FINANCIAL AID FOR COLLEGE EDUCA- 
TION; EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING INFORMATION TO ASSIST STUDENTS WITH RE- 
SPECT TO AVAILABILITY.AND PRE-REQUISITES FOR 
FINANCIAL AID FOR COLLEGE EDUCATION IN AN 
ONLINE COMPUTER ENVIRONMENT (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 11-0-1994; IN COMMERCE 11-0-1994. 


SN 75-012,187. MINERVA GROUP, INC., ATHENS, GA. 
FILED 10-30-1995. 


WISDOM KEEPER 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR NEWSLETTERS FEATURING A COMPILATION 
OF LETTERS AND STORIES; BOOKS FEATURING REM- 
INISCENCE AND CREATIVE WRITING (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING WORKSHOPS IN THE FIELD OF REMINIS- 
CENCE AND CREATIVE WRITING (U.S. CLS. 100, 101 
AND 107). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR EDITORIAL CONSULTATION IN THE FIELD OF 
CREATIVE WRITING (U.S. CLS. 100 AND 101). 


SN 75-012,369. LET’S TALK CELLULAR OF AMERICA, 
INC., MIAMI, FL. FILED 10-26-1995. 


CLASS 383—COMMUNICATION 


FOR TELECOMMUNICATIONS SERVICES, NAMELY, 
PROVIDING TELEPHONE, PAGING AND FACSIMILE 
SERVICES (U.S. CLS. 100, 101 AND 104). 

FIRST USE 3-0-1994; IN COMMERCE 5-0-1994. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE SERVICES FEATURING - PORT- 
ABLE TELEPHONES; BATTERIES; TELEPHONE AND 
BEEPER CASES; TRICKLE CHARGERS; RAPID CHAR- 
GERS; VEHICLE RAPID CHARGERS; GENERAL CHAR- 
GERS; CAR CORDS/BATTERY SAVERS; HANDS-FREE 
CAR KITS, NAMELY, A SPEAKER, MICROPHONE, 
CRADLE, DATA CABLE AND ANTENNA; ANTENNAS; 
CRADLES/PEDESTALS/BRACKETS; PERSONAL DIGI- 
TAL ASSISTANTS; BEEPERS/PAGERS; BEEPER 
CHAINS; RADAR DETECTORS; CORDLESS TELE- 
PHONES; LONG-RANGE CORDLESS TELEPHONES; 
NON-CORDLESS SINGLE-LINE TELEPHONES; NOVEL- 
TY TELEPHONES; FAX MACHINES; TELEPHONE AND 
FAX ACCESSORIES, NAMELY, DATA INTERFACE 
CABLES; AND HOME APPLIANCE BATTERIES (U.S. 
CLS. 100 AND 101). 

FIRST USE 3-0-1994; IN COMMERCE 5-0-1994. 


SN 75-014,627. UNI-SUN, INC., HOUSTON, TX. FILED 
11-3-1995. 


SEMASYS 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PAPER BANNERS, PRINTED PAPER SIGNS, ART 
PRINTS, COLOR PRINTS, PICTORIAL PRINTS, CARD- 
BOARD FLOOR DISPLAY UNITS FOR MERCHANDIS- 
ING PRODUCTS, AND DISPLAY BOARDS (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR DISPLAY RACKS, AND VINYL AND PLASTIC 
BANNERS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


CLASS 35—ADVERTISING AND BUSINESS 

FOR CONSULTING SERVICES IN THE FIELD OF 
PRODUCT DISPLAY AND MERCHANDISING (U.S. CLS. 
100, 101 AND 102). 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 40—MATERIAL TREATMENT 


FOR CUSTOM FABRICATION AND FINISHING OF 
PLASTIC, METAL AND WOODEN PARTS TO ORDER 
AND/OR SPECIFICATION OF OTHERS; MANUFACTURE 
OF A GENERAL LINE IN THE FIELD OF PRODUCT 
AND MERCHANDISE DISPLAY TO THE ORDER AND/ 
OR SPECIFICATION OF OTHERS; HEAT TREATMENT 
AND COATING, NAMELY, THERMOPLASTIC EXTRU- 
SIONS AND CO-EXTRUSIONS, HEAT FOLDING, 
VACUUM FORMING, HOT STAMPING, AND HIGH- 
SPEED DIE CUTTING TO THE ORDER AND/OR SPECI- 
FICATION OF OTHERS; PATTERN PRINTING; PHOTO- 
GRAPHIC COMPUTER IMAGING; ELECTRONIC AND 
DIGITAL IMAGING OF PHOTOGRAPHIC IMAGES, ART- 
WORK AND PRINTING; FOUR-COLOR PHOTOGRAPHIC 
PROCESS PRINTING; AND SPIRAL BOOKBINDING (U.S. 
CLS. 100, 103 AND 106). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR SILK SCREEN PRINTING AND PAINTING; 
PRINTING AND GRAPHIC ART DESIGN; ULTRA 
VIOLET GRAPHIC SCREEN PRINTING; AND PRINTING 
SERVICES (U.S. CLS. 100 AND 101). 


SN 75-014,953. MET-RX SUBSTRATE TECHNOLOGY, 
INC., IRVINE, CA. FILED 11-3-1995. 


ULTRAMYOSYN 


OWNER OF U.S. REG. NO. 1,962,981. 


CLASS 5—PHARMACEUTICALS 


FOR POWDERED, LIQUID AND SOLID NUTRITIONAL 
SUPPLEMENTS CONSISTING OF PROTEINS, CARBOHY- 
DRATES, VITAMINS AND MINERALS; SNACK BARS 
FOR USE AS A DIETARY SUPPLEMENT (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 


CLASS 30—STAPLE FOODS 


FOR PUDDINGS CONSISTING OF PROTEINS, CARBO- 
HYDRATES, VITAMINS AND MINERALS (U.S. CL. 46). 


SN 75-015,612. NEW ENGLAND HEALTHCARE ASSEM- 
BLY, PORTSMOUTH, NH. FILED 11-6-1995. 


THA 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ORGANIZING AND CONDUCTING TRADE 
SHOWS AND/OR EXHIBITIONS FOR DISPLAYING AND 
PROMOTING GOODS AND SERVICES OF INTEREST OF 
HEALTHCARE PROVIDER ORGANIZATIONS (U.S. CLS. 
100, 101 AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES AND SEMINARS RELATING TO 
THE PROVISION OF HEALTHCARE (U.S. CLS. 100, 101 
AND 107). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR TECHNICAL CONSULTING AND RESEARCH 
SERVICES IN THE FIELD OF HEALTHCARE (U.S. CLS. 
100 AND 101). 


SN 75-016,269. OWENSBORO COMMUNITY HEALTH 
PLAN, OWENSBORO, KY. FILED 11-3-1995. 


MEDQUEST PREFERRED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PREFERRED”, APART FROM THE MARK AS 
SHOWN. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR UNDERWRITING INSURANCE FOR PRE-PAID 
HEALTH CARE (U.S. CLS. 100, 101 AND 102). 
FIRST USE 6-6-1995; IN COMMERCE 7-2-1995. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR HEALTH CARE SERVICES (U.S. CLS. 100 AND 
101). 
FIRST USE 6-6-1995; IN COMMERCE 7-2-1995. 


SN 75-017,547. POLYSAT INC., PHILADELPHIA, PA. 
FILED 11-9-1995. 


STARSEAL 


CLASS 1—CHEMICALS 


FOR CHEMICALS FOR WATERPROOFING, DUST- 
PROOFING AND HARDENING CONCRETE SURFACES; 
CHEMICAL PENETRATING SEALERS IN THE NATURE 
OF VOLATILE ORGANIC COMPOUNDS (V.O.C.) FOR 
POROUS CONCRETE; CHEMICAL ADDITIVES FOR 
CONCRETE AND MASONRY, NAMELY, RELEASE 
AGENTS, BONDING AGENTS, BOND BREAKERS AND 
EVAPORATION RETARDERS; CONCRETE ADMIX- 
TURES (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 


CLASS 2—PAINTS 


FOR PRIMERS FOR PREPARING CONCRETE SUR- 
FACES TO BE PAINTED; PAINT-LIKE SEALER COAT- 
INGS FOR CONCRETE; PAINT-LIKE ANTI-GRAFFITI 
COATINGS FOR CONCRETE; PAINT-LIKE ELASTOMER- 
IC AND EPOXY COATINGS FOR CONCRETE; WATER- 
PROOFING PAINTS FOR CONCRETE; AND CONCRETE 
PAINTS (U.S. CLS. 6, 11 AND 16). 
FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 


SN 75-017,548. POLYSAT INC., PHILADELPHIA, PA. 
FILED 11-9-1995. 


VEXCON 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 1—CHEMICALS 


FOR CHEMICALS FOR WATERPROOFING, DUST- 
PROOFING AND HARDENING CONCRETE SURFACES; 
CHEMICAL PENETRATING SEALERS IN THE NATURE 
OF VOLATILE ORGANIC COMPOUNDS (V.O.C.) FOR 
POROUS CONCRETE; CHEMICAL ADDITIVES FOR 
CONCRETE AND MASONRY, NAMELY, RELEASE 
AGENTS, BONDING AGENTS, BOND BREAKERS AND 
EVAPORATION RETARDERS; CONCRETE ADMIX- 
TURES (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


CLASS 2—PAINTS 


FOR PRIMERS FOR PREPARING CONCRETE SUR- 
FACES TO BE PAINTED; PAINT-LIKE SEALER COAT- 
INGS FOR CONCRETE; PAINT-LIKE ANTI-GRAFFITI 
COATINGS FOR CONCRETE; PAINT-LIKE ELASTOMER- 
IC AND EPOXY COATINGS FOR CONCRETE; WATER- 
PROOFING PAINTS FOR CONCRETE; ~ CONCRETE 
PAINTS (U.S. CLS. 6, 11 AND 16). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


FOR GROUTS (U.S. CLS. 1, 12, 33 AND 50). 
FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


SN 75-017,702. AG FUR INDUSTRIELLE ELEKTRONIK 
AGIE LOSONE BEI LOCARNO, CH-6616 LOSONE, 
SWITZERLAND, FILED 11-13-1995. 


ELOX 


OWNER OF SWITZERLAND REG. NO. 388.657, DATED 
9-2-1991, EXPIRES 9-2-2011. 


CLASS 7—MACHINERY 

FOR METAL MILLING MACHINERY, NAMELY, CUT- 
TING MACHINES, SINKING MACHINES, GRINDING 
MACHINES AND ELECTRIC DISCHARGE MACHINE 
TOOLS, CUTTING TOOLS AND SINKING TOOLS FOR 
CUTTING AND ERODING METAL AND PARTS THERE- 
OF; ELECTRIC GENERATORS, SPARK EROSION GEN- 
ERATORS FOR MACHINE TOOLS; AND ELECTRIC 
POWER GENERATING UNITS (U.S. CLS. 13, 19, 21, 23, 31, 
34 AND 35). 

FIRST USE 0-0-1985; IN COMMERCE 0-0-1985. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR DATA PROCESSING CONTROLLERS AND NU- 
MERICAL AND MEASURING CONTROLLERS FOR MA- 
CHINE TOOLS, CUTTING MACHINES AND SINKING 
MACHINES AND CONTROLLERS FOR MACHINE 
TOOLS; DATA PROCESSING HARDWARE, NAMELY, 
STORAGE AND MEMORY UNITS, DATA READING 
AND WRITING UNITS, ELECTRICAL COMPUTING AND 
CONTROL UNITS, AND DATA INPUT AND OUTPUT 
UNITS; AND PRE-RECORDED COMPUTER PROGRAMS 
FOR USE WITH METAL MILLING MACHINERY (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
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SN 75-024,407. ROST, MICHAEL C., SIOUX FALLS, SD. 
FILED 11-24-1995. 


SAFE STRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STRESS”, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PRE-RECORDED CASSETTE TAPES, VIDEO 
TAPES, AND CD ROMS IN THE FIELD OF STRESS 
MANAGEMENT (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PRINTED INSTRUCTION, EDUCATIONAL AND 
TEACHING MATERIALS, AND PRINTED WORKBOOKS 
ALL IN THE FIELD OF STRESS MANAGEMENT (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR CONDUCTING WORKSHOPS AND SEMINARS IN 
THE FIELD OF STRESS MANAGEMENT (U.S. CLS. 100, 
101 AND 107). 


SN 75-024,978. GORDON & RENA MERCHANT PTY. LTD., 
QUEENSLAND 4220, AUSTRALIA, FILED 11-28-1995. 


OWNER OF U.S. REG. NOS. 1,277,128, 1,469,106 AND 
1,469,119. 

THE ENGLISH TRANSLATION OF THE AUSTRIAN 
ABORIGINAL WORD “BILLABONG” IS “A WATER- 
HOLE IN AN ANABRANCH, REPLENISHED ONLY IN 
FLOOD TIME”. 


CLASS 6—METAL GOODS 


FOR METAL KEYS, METAL KEYRINGS AND METAL 
KEY CHAINS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR SPECTACLES, SUNGLASSES, SPECTACLE 
GLASSES, SPECTACLE FRAMES; SPECTACLE CASES; 
SPECTACLE ACCESSORIES, NAMELY, STRAPS, 
CHAINS AND CORDS; EYE GLASSES; PRERECORDED 
VIDEO TAPES FEATURING FILMS ON THE SUBJECT 
OF SURFING, WATER SPORTS, SKIING, AND SKATE- 
BOARDING; PRERECORDED VIDEO CASSETTES FEA- 
TURING FILMS ON THE SUBJECT OF SURFING, 
WATER SPORTS, SKIING, AND SKATEBOARDING; 
PRERECORDED AUDIO TAPES FEATURING MUSIC 
(WS. CLS. 21, 23, 26, 36 AND 38). 
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CLASS 14—JEWELRY 


FOR HOROLOGICAL AND CHRONOMETRIC INSTRU- 
MENTS, NAMELY, CHRONOGRAPHS FOR USE AS 
WATCHES; ORNAMENTAL METAL PINS; TIME 
CLOCKS; WATCH BANDS, WATCH CASES, WATCH 
CHAINS, WATCH STRAPS; WATCHES AND CLOCKS 
(U.S. CLS. 2, 27, 28 AND 50). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR STATIONERY; INSTRUCTIONAL AND TEACH- 
ING MATERIAL, NAMELY, BOOKS ON THE SUBJECT 
OF SURFING, WATERSPORTS, SKIING AND SKATE- 
BOARDING; BROCHURES ON SURFING, WATER- 
SPORTS, SKIING AND SKATEBOARDING; POSTERS; 
IRON-ON TRANSFERS; STICKERS AND DECALS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 18—LEATHER GOODS 


FOR BAGS, NAMELY, TOTE BAGS AND BACKPACKS, 
LUGGAGE CASES, TRAVELLING TRUNKS, HAND- 
BAGS, KEYCASES, TRAVELLING BAGS, KNAPSACKS; 
UMBRELLAS, PARASOLS, WALKING STICKS AND 
WALLETS, AND LUGGAGE MADE OF LEATHER AND 
IMITATION LEATHER (U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 24—FABRICS 


FOR FABRICS FOR THE MANUFACTURE OF CLOTH- 
ING, TOWELS, BED LINEN, BEDSPREADS, BATH 
TOWELS, BEACH TOWELS AND HAND TOWELS; 
TOWELS, BED LINEN, BEDSPREADS, BATH TOWELS, 
BEACH TOWELS AND HAND TOWELS (U.S. CLS. 42 
AND 50). 


CLASS 25—CLOTHING 


FOR BELTS; KNITWEAR, NAMELY, SWEATERS AND 
TOPS; JACKETS, TOPS, SHIRTS, T-SHIRTS, SINGLETS, 
VESTS, SHORT SLEEVE SHIRTS, LONG SLEEVE 
SHIRTS, PARKAS, LONG PANTS AND TROUSERS, 
SHORTS, BOARD SHORTS, PANTS, TRACKSUITS; 
DRESSES, SKIRTS, TIGHTS; HEADGEAR, NAMELY, 
HATS, CAPS, BERETS; GLOVES; FOOTWEAR, NAMELY, 
SOCKS, BOOTS, SHOES, SANDALS AND SLIPPERS; 
WETSUITS;. WETSUIT VESTS, WETSUIT BOOTS, WET- 
SUIT GLOVES, WETSUIT HOODS, WETSUIT SHORTS, 
WETSUIT TOPS; SWIMWEAR; AND VISORS (U.S. CLS. 22 
AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR SURFBOARDS, BODYBOARDS, WAVE SKIS AND 
SURF SKIS; SKATEBOARDS; FITTED COVERS FOR 
SURFBOARDS AND BODYBOARDS; LEG ROPES AND 
TECHERS FOR BOARDS; WAXES FOR BOARDS AND 
SKIS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-027,970. CREDENTIALS SERVICES INTERNATION- 
AL, INC., ORANGE, CA. FILED 12-5-1995. 


PRIVACY MONITOR 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOOKS AND PAMPHLETS FEATURING ACCESS 
TO PUBLIC INFORMATION, NAMELY, INFORMATION 
REGARDING CONSUMER CREDIT REPORTS, FREE- 
DOM OF INFORMATION ACT REQUESTS, SOCIAL SE- 
CURITY RECORDS AND MEDICAL INFORMATION 
BUREAU RECORDS (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


CLASS 36—INSURANCE AND FINANCIAL 

FOR PROVIDING PUBLIC INFORMATION TO 
OTHERS, NAMELY, INFORMATION REGARDING CON- 
SUMER CREDIT REPORTS (U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING PUBLIC INFORMATION TO 
OTHERS, NAMELY, FREEDOM OF INFORMATION ACT 
REQUESTS, SOCIAL SECURITY RECORDS AND MEDI- 
CAL INFORMATION BUREAU RECORDS (U.S. CLS. 100 
AND 101). 


SN 75-028,478. HUTCHINSON COMMUNITY COLLEGE, 
HUTCHINSON, KS. FILED 12-6-1995. 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 


CLASS 6—METAL GOODS 


FOR LICENSE PLATES OF METAL (US. CLS. 2, 12, 13, 
14, 23, 25 AND 50). 
FIRST USE 10-5-1995; IN COMMERCE 11-13-1995. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR NOTE CARDS AND GREETING CARDS, CLIP- 
BOARDS, DECALS, PENCILS, PENS, POSTCARDS, 
PRINTS, STICKERS AND TRANSFERS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 9-8-1995; IN COMMERCE 11-13-1995. 


CLASS 21—HOUSEWARES AND GLASS 


FOR THERMAL INSULATED CONTAINERS FOR BEV- 
ERAGES, CUPS, PLASTIC COASTERS, PORTABLE 
COOLERS, DRINKING GLASSES, PLASTIC MUGS, 
SQUIRT BOTTLES SOLD EMPTY AND NON-PRECIOUS 
METAL TANKARDS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). 

FIRST USE 9-5-1995; IN COMMERCE 11-13-1995. 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, T-SHIRTS, SWEATSHIRTS, 
SPORT SHIRTS, SHORTS, SWEATERS, BELTS, GLOVES, 
HATS, CAPS, TIES AND VISORS (U.S. CLS. 22 AND 39). 

FIRST USE 10-5-1995; IN COMMERCE 11-13-1995. 


SN 75-029,648. CLIMATE CONTROL, INC., DECATUR, IL. 
FILED 12-8-1995. 


DEMIRCO 


CLASS 4—LUBRICANTS AND FUELS 


FOR LUBRICANTS FOR REFRIGERATION AND AIR 
CONDITIONING COMPRESSORS (U.S. CLS. 1, 6 AND 15). 


CLASS 6—METAL GOODS 


FOR METAL AIR CASTERS, METAL AIR ROLLERS, 
AND METAL AIR WHEELS; AND METAL MOBILE 
STORAGE SYSTEMS COMPRISED OF A RACK FOR 
HOLDING LINEAR MERCHANDISE, SUCH AS LUMBER 
AND PIPE, AND A HYDRAULIC UNIT FOR MOVING 
THE RACK BETWEEN HORIZONTAL AND VERTICAL 
POSITIONS, SOLD AS A UNIT (U.S. CLS. 2, 12, 13, 14, 23, 
25 AND 50). 


CLASS 7—MACHINERY 


FOR BULK MATERIAL HANDLING EQUIPMENT, 
NAMELY ELEVATORS, CONVEYORS, DISTRIBUTORS, 
BARGE LOAD-OUTS, AND FIXTURES AND FITTINGS, 
NAMELY, SPOUTS, VALVES, R AND P GATES, 
SQUARE-TO-ROUNDS, HAT CONNECTORS, ELBOWS, 
AND ANGLE RINGS FOR THE SAME; MACHINES FOR 
MOVING HEAVY EQUIPMENT, NAMELY STACKING 
MACHINES, DIE/MOLD CHANGING MACHINES, PART 
TURNOVER MACHINES, DIE TRANSPORTING MA- 
CHINES, AIR SKIDS, AIR BEARING PLATFORMS, AIR 
POWERED WHEELED SYSTEMS CONSISTING OF A 
HANDLE AND A PLATFORM MOUNTED ON AIR CAST- 
ERS, AIR ROLLERS, AND/OR AIR WHEELS, VACUUM 
LIFTING MACHINES, TURNTABLES, TILT TABLES, 
AND LIFT TABLES; REFRIGERATION AND AIR CON- 
DITIONING COMPRESSORS AND MECHANICAL SEALS 
FOR THE SAME; AND FUEL STRAINERS, AND CARBU- 
RETORS, ALL FOR OUTBOARD MARINE ENGINES 
AND FOR PORTABLE POWER TOOL ENGINES (US. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR SOLENOIDS FOR OUTBOARD MARINE ENGINES 
AND FOR PORTABLE POWER TOOL ENGINES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-029,674. INTERNATIONAL BAY CLUBS, INCORPO- 
RATED, DBA OUTDOOR SAFARIS INTERNATIONAL, 
NEWPORT BEACH, CA. FILED 12-8-1995. 


HOME OF THE SUPER 
FISH 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR MAGAZINES, NEWSLETTERS IN THE FIELD OF 
FISHING, PRINTED FISHING GUIDES, POST CARDS, 
PRINTED GIFT CERTIFICATES, AND PENCILS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 0-0-1990; IN COMMERCE 0-0-1990. 


CLASS 25—CLOTHING 
FOR CLOTHING, NAMELY, VISORS, TEE-SHIRTS, 
HATS, AND SWEAT SHIRTS (U.S. CLS. 22 AND 39). 
FIRST USE 0-0-1990; IN COMMERCE 0-0-1990. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR CHARTER SERVICES, NAMELY, PROVIDING 
BOAT, BAIT, AND TACKLE (U.S. CLS. 100 AND 105). 
FIRST USE 0-0-1990; IN COMMERCE 0-0-1990. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR FISHING CLUB SERVICES (U.S. CLS. 100, 101 AND 
107). 
FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


SN 75-030,539. INDIAN RIVER COLONY CLUB, INCORPO- 
RATED, MELBOURNE, FL. FILED 12-4-1995. 


INDIAN RIVER COLONY CLUB 
'p 


“Service to those who served.” 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INDIAN RIVER” AND “CLUB”, APART FROM THE 
MARK AS SHOWN. 

THE MARK CONSISTS OF THREE TABLETS DEPICT- 
ING A PALM TREE, THE SUN, A GOLFER AND A 
RISING ROCKET WITH SPACECRAFT, A BANNER AND 
WAVES. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR PROPERTY MANAGEMENT SERVICES, 
NAMELY, MANAGEMENT AND OPERATION OF RESI- 
DENTIAL COMMUNITIES, HOMESITES AND ASSOCI- 
ATED RECREATIONAL FACILITIES FOR FORMER 
MILITARY OFFICERS AND THEIR FAMILIES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 7-0-1996; IN COMMERCE 7-0-1996. 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR DEVELOPMENT, PLANNING AND CONSTRUC- 
TION OF RESIDENTIAL COMMUNITIES, HOMESITES 
AND ASSOCIATED RECREATIONAL FACILITIES FOR 
FORMER MILITARY OFFICERS AND THEIR FAMILIES 
(U.S. CLS. 100, 103 AND 106). 

FIRST USE 7-0-1986; IN COMMERCE 7-0-1986. 


SN 75-033,339. CANADAS, TONY, HALF MOON BAY, CA. 
FILED 12-11-1995. 


AQUA CULTURE 


CLASS 25—CLOTHING 


FOR MEN’S, BOYS’, WOMEN’S, AND GIRLS’ CLOTH- 
ING, NAMELY, PANTS, JEANS, SHORTS, SHIRTS, JACK- 
ETS, T-SHIRTS, SWEATSHIRTS, SWEATPANTS, TANK 
TOPS, SWEATERS, COATS, SWIM SUITS, HATS, VISORS, 
CAPS, BELTS, KNIT TOPS, SHOES, SANDALS, GLOVES 
(U.S. CLS. 22 AND 39). 

FIRST USE 11-21-1995; IN COMMERCE 11-21-1995. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL STORE FEATURING - SURFBOARDS; 
SURFSUITS; SURF CLOTHING; SNOWBOARDS; SNOW 
CLOTHING; SKATEBOARDS; SKATEBOARD CLOTH- 
ING; CASUAL CLOTHING; SHOES; LUGGAGE; SNOW- 
BOARD ACCESSORIES, NAMELY, BINDINGS; AND 
SURFBOARD ACCESSORIES, NAMELY, LEASHES, WAX, 
AND SURF CAPS (U.S. CLS. 100 AND 101). 

FIRST USE 3-1-1990; IN COMMERCE 6-6-1990. 


SN 75-040,912. CALIFORNIA QUAKEBUSTERS, INC., LOS 
ANGELES, CA. FILED 1-5-1996. 


QUAKETECH 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR BUILDING CONSTRUCTION AND REPAIR, BOTH 

STRUCTURAL AND NON-STRUCTURAL, FOR EMER- 

GENCY PREPAREDNESS (U.S. CLS. 100, 103 AND 106). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATION SERVICES, NAMELY, CONDUCT- 
ING WORKSHOPS AND SEMINARS IN THE FIELD OF 
EMERGENCY PREPAREDNESS (U.S. CLS. 100, 101 AND 


107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING AND DISTRIBUTING EMERGENCY 
PREPAREDNESS SUPPLIES (U.S. CLS. 100 AND 101). 
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SN 75-041,370. BREADEAUX PISA, INC., ST. JOSEPH, MO. 


FILED 1-11-1996. 


ORIGINAL FRENCH CRUST 


OWNER OF U.S. REG. NOS. 1,422,339, 1,501,713 AND 
1,643,178. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PIZZA” AND “ORIGINAL FRENCH CRUST”, 
APART FROM THE MARK AS SHOWN. 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR MEATS AND CHEESES (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 
FOR FLOUR, SPICES, AND PIZZA (U.S. CL. 46). 


CLASS 42—MISCELLANEOUS SERVICES 
FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 75-041,445. NU SKIN INTERNATIONAL, INC., PROVO, 
UT. FILED 1-11-1996. 


HEALTHTRIM 


CLASS 5—PHARMACEUTICALS 


FOR NUTRITIONAL AND DIETARY SUPPLEMENTS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING WORKSHOPS REGARDING WEIGHT LOSS 
AND DISTRIBUTING INSTRUCTIONAL AND MOTIVA- 
TIONAL MATERIALS IN CONNECTION THEREWITH 
(U.S. CLS. 100, 101 AND 107). 


SN 75-044,108. BAKERS OF PARIS, INC., DBA BAKERS 
OF PARIS, SOUTH SAN FRANCISCO, CA. FILED 
1-16-1996. 


BAKERS OF PARIS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAKERS”, APART FROM THE MARK AS SHOWN. 


CLASS 30—STAPLE FOODS 


FOR BAKERY GOODS (U.S. CL. 46). 
FIRST USE 6-0-1983; IN COMMERCE 6-0-1983. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR WHOLESALE AND RETAIL BAKERY SERVICES 
(U.S. CLS. 100 AND 101). 
FIRST USE 9-0-1982; IN COMMERCE 9-0-1982. 


SN 75-046,718. BRIDGEPOINT SYSTEMS, 
RAMON, CA. FILED 1-22-1996. 


INC., SAN 


BridgePoint 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCIAL SERVICES, NAMELY, CREDIT AND 
DEBIT CARD SERVICES (U.S. CLS. 100, 101 AND 102). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN SERVICE FOR OTHERS OF CARD- 
READING AND INFORMATION STORAGE TERMINALS 
AND ASSOCIATED LOCKING DEVICES FOR OPER- 
ATION OF EQUIPMENT UPON THE EXTENSION OF 
CREDIT OR THE DEBITING OF AN ACCOUNT USING 
CREDIT CARDS OR DEBIT CARDS (U.S. CLS. 100 AND 
101). 


SN 75-048,255. IVAX INDUSTRIES, INC., HORSHAM, PA. 
FILED 1-25-1996. 


T.E.T. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR ALL-PURPOSE CLEANERS (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 


CLASS 5—PHARMACEUTICALS 


FOR ALL-PURPOSE DISINFECTANTS (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 


SN 75-056,798. MASTEY DE PARIS, INC., VALENCIA, CA. 
FILED 2-12-1996. 


MASTEY 


OWNER OF U.S. REG. NO. 1,248,795. 
SEC. 2(F). 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR HAIR CARE PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 

FIRST USE 12-0-1975; IN COMMERCE 12-0-1975. 
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CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, T-SHIRTS (U.S. CLS. 22 
AND 339). 
FIRST USE 0-0-1979; IN COMMERCE 0-0-1979. 


SN 75-057,684. ASTRA AKTIEBOLAG, S-151 85 SODER- 
TALJE, SWEDEN, FILED 2-14-1996. 


MIMITELA 


CLASS 5—PHARMACEUTICALS 


FOR PHARMACEUTICAL PREPARATIONS, NAMELY, 
POLYMER IMPLANT FOR AID IN POST-SURGICAL 
TISSUE GROWTH AND THE REDUCTION AND HIN- 
DERANCE OF ADHESIONS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


CLASS 10—MEDICAL APPARATUS 


FOR SURGICAL, MEDICAL, DENTAL AND VETERI- 
NARY INSTRUMENTS AND APPARATUS, NAMELY, 
POLYMER RESORBABLE TISSUE-SUBSTITUTE IM- 
PLANT FOR USE IN TISSUE AUGMENTATION AND 
REPAIR, GUIDED TISSUE REGENERATION, NERVE 
REPAIR AND REGENERATION AND ADHESION 
GROWTH REDUCTION AND BARRIER (U.S. CLS. 26, 39 
AND 44). 


SN 75-058,734. JOHNSON, PAUL M., NEWPORT BEACH, 
CA. FILED 2-15-1996. 


DR MANAGER 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER SOFTWARE FOR ADMINISTERING 
DENTAL INSURANCE PLANS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


CLASS 36—INSURANCE AND FINANCIAL 


FOR ADMINISTRATION SERVICES FOR DENTAL IN- 
SURANCE PLANS (U.S. CLS. 100, 101 AND 102). 


SN 75-060,172. STROMBECKER CORPORATION, CHICA- 
GO, IL. FILED 2-20-1996. 


OFFICIAL GAZETTE 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR HALLOWEEN PAPER PARTY DECORATIONS, 
NAMELY, COSTUMES, HATS, PLACE MATS, TABLE- 
CLOTHS, BANNERS, POSTERS, STATIONERY, INVITA- 
TIONS, ENVELOPES AND PARTY BAGS; HALLOWEEN 
CRAFT KITS FOR CHILDREN, COMPOSED OF COLOR- 
ING PENCILS, CRAYONS, CONSTRUCTION PAPER AND 
STICKERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


FOR PAPER CUPS AND PAPER PLATES (1J.S. CLS. 2, 
13, 23, 29, 30, 33, 40 AND 50). 


CLASS 25—CLOTHING 


FOR HALLOWEEN COSTUMES MASKS (U.S. CLS. 22 
AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR HALLOWEEN TOYS, NAMELY, PLUSH TOYS, 
SOFT SCULPTURE TOYS, STUFFED TOYS, WIND-UP 
TOYS, SQUEEZABLE TOYS, INFLATABLE TOYS, TOY 
ACTION FIGURES, CHILDREN’S MULTIPLE ACTIVITY 
TOYS, BATTERY-OPERATED ACTION TOYS, MECHANI- 
CAL ACTION TOYS AND ELECTRONIC ACTION TOYS 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-060,385. COMMUNICATION CONSULTANTS, LLC, 
WEST HARTFORD, CT. FILED 2-21-1996. 


SPEEDREADING PEOPLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPEEDREADING”, APART FROM THE MARK AS 
SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PRE-RECORDED AUDIO AND/OR VIDEO 
TRAINING TAPES IN THE PERSONALITY TYPE ANAL- 
YSIS FIELD (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR WORKBOOKS AND TRAINING GUIDES COM- 
PRISING EDUCATIONAL MATERIALS IN THE PERSON- 
ALITY TYPE ANALYSIS FIELD (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 


SN 75-060,457. BBL WORKNET, INC., OAKBROOK TER- 
RACE, IL. FILED 2-21-1996. 


BBL WORKNET 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER HARDWARE (US. CLS. 21, 23, 26, 36 
AND 38). 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS MANAGEMENT AND CONSULTA- 
TION (US. CLS. 100, 101 AND 102). 
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SN 75-062,867. CLARK-EDMANDS, SHEILA, KENNE- 
BUNK, ME. FILED 2-26-1996. 


S.P.LR.E. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CHILDREN’S EDUCATIONAL AND INSTRUC- 
TIONAL BOOKS, TEACHERS GUIDES, NEWSLETTERS 
AND MANUALS ALL FEATURING INFORMATION ON 
READING SKILLS; FLASH CARDS, WRITING PAPER 
AND PRINTED CHARTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 9-10-1992; IN COMMERCE 2-18-1995. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING COURSES OF INSTRUCTION IN THE FIELD OF 
READING SKILLS AT THE PRIMARY AND SECOND- 
ARY LEVEL; AND EDUCATIONAL SERVICES, 
NAMELY, PROVIDING SEMINARS AND WORKSHOPS 
DIRECTED TO EDUCATORS FEATURING INFORMA- 
TION ON EFFECTIVELY TEACHING READING SKILLS 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 9-10-1992; IN COMMERCE 2-18-1995. 


SN 75-064,278. HELLER INTERNATIONAL CORPORA- 
TION, CHICAGO, IL. FILED 2-27-1996. 


FINDING A WAY TO SAY 


YES 


CLASS 35—ADVERTISING AND BUSINESS 


FOR ACCOUNTS RECEIVABLE SERVICES (U.S. CLS. 
100, 101 AND 102). 
FIRST USE 11-15-1995; IN COMMERCE 11-15-1995. 


CLASS 36—-INSURANCE AND FINANCIAL 


FOR FINANCIAL SERVICES, NAMELY, WORKING 
CAPITAL FINANCING, INVENTORY FINANCING, 
INTERNATIONAL FINANCING, INTERNATIONAL FAC- 
TORING, THE PROVISION OF CREDIT PROTECTION, 
ASSET-BASED FINANCING, AND LETTER OF CREDIT 
FINANCING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-15-1995; IN COMMERCE 11-15-1995. 


SN = 75-066,464. PHILOSOPHY DOCUMENTATION 
CENTER, BOWLING GREEN, OH. FILED 3-1-1996. 


PHILOSOPHY 
alo DOCUMENTATION 
ovo CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PHILOSOPHY DOCUMENTATION CENTER”, 
APART FROM THE MARK AS SHOWN. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR PHILOSOPHY BOOKS AND PHILOSOPHY JOUR- 
NALS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 12-0-1974; IN COMMERCE 12-0-1974. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR PUBLICATION OF PHILOSOPHY BOOKS AND 
PHILOSOPHY JOURNALS FOR OTHERS (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 12-0-1974; IN COMMERCE 12-0-1974. 


SN 75-066,821. PALLADIUM BOOKS, INC., TAYLOR, MI. 
FILED 3-4-1996. 


RIFTER 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR BOOKS, MANUALS, AND COMIC BOOKS CON- 
TAINING ROLE PLAYING GAMES INVOLVING SCI- 
ENCE FICTION OR FANTASY ADVENTURES OR IN- 
VOLVING CHARACTERS OR SCENARIOS INVOLVED 
IN SUCH ROLE PLAYING GAMES (USS. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR CARD GAMES AND ROLE PLAYING GAMES 
UTILIZING PLAYING CARDS AND INVOLVING SCI- 
ENCE FICTION OR FANTASY ADVENTURES OR 
WHICH INCLUDE CHARACTERS OR SCENARIOS IN- 
VOLVED IN SUCH ROLE PLAYING GAMES (US. CLS. 
22, 23, 38 AND 50). 


SN 75-069,752. TEACHING COMPANY LIMITED PART- 
NERSHIP, THE, SPRINGFIELD, VA. FILED 3-8-1996. 


MIRUS UNIVERSITY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “UNIVERSITY”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF THE LATIN WORD 
“MIRUS” IS “AMAZING”, “SURPRISING”, “ASTOUND- 
ING”, “WONDERFUL”. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED AUDIO AND VIDEO TAPES, 
MULTIMEDIA SOFTWARE RECORDED ON CD-ROM, 
AND COMPUTER SOFTWARE FOR EDUCATIONAL 
PURPOSES, ALL IN THE FIELD OF SOCIAL SCIENCES, 
PSYCHOLOGY, HISTORY, LAW, LITERATURE, FINE 
ARTS, COSMOLOGY, PHYSICAL SCIENCE, BIOLOGI- 
CAL SCIENCE, PHILOSOPHY, THEOLOGY, LINGUIS- 
TICS, RELIGION, MATHEMATICS, MUSIC, BUSINESS 
ADMINISTRATION, AND PERFORMING ARTS (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 3-21-1996; IN COMMERCE 3-21-1996. 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING COURSES OF INSTRUCTION AT THE PRIMARY, 
SECONDARY, UNDERGRADUATE, AND GRADUATE 
LEVELS, IN THE FIELD OF SOCIAL SCIENCES, PSY- 
CHOLOGY, HISTORY, LAW, LITERATURE, FINE ARTS, 
COSMOLOGY, PHYSICAL SCIENCE, BIOLOGICAL SCI- 
ENCE, PHILOSOPHY, THEOLOGY, LINGUISTICS, RELI- 
GION, MATHEMATICS, MUSIC, BUSINESS ADMINIS- 
TRATION, AND PERFORMING ARTS (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 3-21-1996; IN COMMERCE 3-21-1996. 


SN 75-069,807. CSC BRANDS, INC., NEWARK, DE. FILED 
3-11-1996. 


WELCOME HOME 


CLASS 29—MEATS AND PROCESSED FOODS 
FOR FROZEN PREPARED ENTREES OR SIDE DISHES 
CONSISTING PRIMARILY OF ONE OR MORE OF THE 
FOLLOWING - MEAT, POULTRY, FISH, FOWL, VEGE- 
TABLES, POTATOES, FRUIT, CHEESE (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 

FOR FROZEN PREPARED ENTREES OR SIDE DISHES 
CONSISTING PRIMARILY OF ONE OR MORE OF THE 
FOLLOWING - PASTA, RICE, DESSERTS, NAMELY 
BROWNIES, PIES, FRUIT FILLED COBBLERS AND PAS- 
TRIES (U.S. CL. 46). 


SN 75-070,166. WINK MUSIC GROUP, INC., EVANSTON, 
IL. FILED 3-11-1996. 


WORLD SOUNDS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR PRERECORDED VIDEOTAPES AND CASSETTES 
FEATURING SOCIAL STUDIES AND GEOGRAPHY LES- 
SONS WHICH INCLUDE INDIGENOUS MUSIC AND 
CULTURE (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR RENTAL OF VIDEOTAPE CASSETTES; PRODUC- 
TION OF CHILDREN’S TELEVISION SHOW THAT 
TEACHES SOCIAL STUDIES AND GEOGRAPHY 
THROUGH INDIGENOUS MUSIC AND CULTURE AS 
WELL AS THE MAKING OF MUSICAL INSTRUMENTS 
(U.S. CLS. 100, 101 AND 107). 


SN 75-073,620. GTE MOBILE COMMUNICATIONS SERV- 
ICE CORPORATION, ATLANTA, GA. FILED 3-15-1996. 


TALK-N-GO 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR CELLULAR TELEPHONES (U.S. CLS. 21, 23, 26, 36 
AND 38). 
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CLASS 38—COMMUNICATION 


FOR CELLULAR TELEPHONE COMMUNICATION 
SERVICES (U.S. CLS. 100, 101 AND 104). 


SN 75-074,138. PARIS PRESENTS INCORPORATED, 
GURNEE, IL. FILED 3-18-1996. 


HAPPY NATURE 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR BATH GELS, BUBBLE BATH, BATH SOAP, DISIN- 
FECTANT SOAP AND BODY LOTIONS (U.S. CLS. 1, 4, 6, 


50, 51 AND 52). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR HAND HELD MIRRORS AND STAND MIRRORS 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 

FOR HAIR BRUSHES, NAIL BRUSHES, TOOTH- 
BRUSHES, BATH SPONGES (U.S. CLS. 2, 13, 23, 29, 30, 33, 
40 AND 50). 


SN 75-075,094. ALADAN CORPORATION, DOTHAN, AL. 
FILED 3-19-1996. 


NEUTRATEX 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR LATEX GLOVES FOR INDUSTRIAL USE (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 7-5-1996; IN COMMERCE 7-5-1996. 


CLASS 10—MEDICAL APPARATUS 

FOR LATEX GLOVES FOR NON-SURGICAL MEDICAL 
USE (U.S. CLS. 26, 39 AND 44). 

FIRST USE 7-5-1996, IN COMMERCE 7-5-1996. 


SN 75-079,011. PATHLORE SOFTWARE CORPORATION, 
COLUMBUS, OH. FILED 1-26-1996. 


Pathlore 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPUTER SOFTWARE FOR USE IN DEVELOP- 
ING AND CUSTOMIZING SOFTWARE FOR USE IN EM- 
PLOYEE TRAINING (U.S. CLS. 21, 23, 26, 36 AND 38). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 

FOR COMPUTER MANUALS FOR COMPUTER SOFT- 
WARE FOR USE IN DEVELOPING AND CUSTOMZING 
SOFTWARE FOR USE IN EMPLOYEE TRAINING (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR PROVIDING OF TRAINING IN CONNECTION 
WITH COMPUTER SOFTWARE FOR USE IN EMPLOYEE 
TRAINING (U.S. CLS. 100, 101 AND 107). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR CONSULTING SERVICES IN CONNECTION WITH 
COMPUTER SOFTWARE FOR USE IN EMPLOYEE 
TRAINING (U.S. CLS. 100 AND 101). 


SN 75-080,123. PETROLEUM HEAT & POWER CO,, INC., 
STAMFORD, CT. FILED 3-28-1996. 


COME HOME TO 
COMFORT 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR INSTALLATION, REPAIR AND MAINTENANCE 
OF HOME HEATING EQUIPMENT (U.S. CLS. 100, 103 
AND 106). 
FIRST USE 2-12-1996; IN COMMERCE 2-12-1996. 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR DELIVERY OF HOME HEATING OIL BY LAND 
(U.S. CLS. 100 AND 105). 

FIRST USE 2-12-1996; IN COMMERCE 2-12-1996. 


SN 75-080,672. VEGAN APPAREL LTD., VILLE LA- 
SALLE, QUEBEC, CANADA, FILED 3-29-1996. 


VEGAN 


CLASS 6—METAL GOODS 


FOR GOODS IN NON-PRECIOUS METAL, NAMELY, 
KEY CHAINS, KEY FOBS, KEY RINGS, METAL IDENTI- 
FICATION AND ORNAMENTAL BADGES, MONEY 
CLIPS, AND TROPHIES (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 


U.S. PATENT AND TRADEMARK OFFICE 
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CLASS 18—LEATHER GOODS 


FOR GOODS MADE OF LEATHER, IMITATIONS OF 
LEATHER, NYLON AND COTTON, NAMELY, BRIEF- 
CASES, SUITCASES, LUGGAGE, CARRY-ON BAGS, 
KNAPSACKS, BACK PACKS, RUCKSACKS, GARMENT 
BAGS FOR TRAVEL, HANDBAGS, PURSES, WALLETS, 
FANNY WAIST BAGS, BILLFOLDS, CALLING AND 
CREDIT CARD CASES, ATTACHE CASES, BRIEFCASE 
TYPE PORTFOLIO BAGS, KEY CASES, VANITY CASES 
SOLD EMPTY, SCHOOL BAGS, TOTE BAGS, STRING 
MESH SHOPPING BAGS, SHOULDER BAGS, ATHLETIC 
BAGS, BEACH BAGS, POCKETBOOKS, TRUNKS, TRAV- 
ELLING BAGS, UMBRELLAS AND PARASOLS (U.S. CLS. 
1, 2, 3, 22 AND 41). 


SN 75-081,321. FABBRI ARTI GRAFICHE S.P.A., VIG- 
NOLA (PROVINCE OF MODENA), ITALY, FILED 
4-1-1996. 


Zi NZ 


OWNER OF ITALY REG. NO. 615.766, DATED 3-23-1994, 
EXPIRES 12-10-2013. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR TRANSPARENT FILMS AND SHEETS FOR PACK- 
AGING AND WRAPPING (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


CLASS 17—RUBBER GOODS 


FOR PLASTIC FILMS AND SHEETS FOR GENERAL 
INDUSTRIAL USE (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 


SN 75-082,510. TOM-PAC WESTERN PACIFIC INC., SEAT- 
TLE, WA. FILED 4-2-1996. 


ECONOMY THROUGH 
SUPERIOR QUALITY 


CLASS 4—LUBRICANTS AND FUELS 


FOR INDUSTRIAL LUBRICANTS (U.S. CLS. 1, 6 AND 
15). 
FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 


CLASS 17—RUBBER GOODS 


FOR NON-METALLIC PACKING AND SEALANT FOR 
PUMPS AND VALVES (US. CLS. 1, 5, 12, 13, 35 AND 50). 
FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 


SN 75-082,577. ANDOVER REED, INC., PALM BEACH, FL. 
FILED 4-2-1996. 


ANDOVER REED 
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CLASS 25—CLOTHING 


FOR MENS CLOTHING, NAMELY, SPORT COATS, 
SLACKS, SHIRTS AND SUITS (U.S. CLS. 22 AND 39). 
FIRST USE 12-0-1974; IN COMMERCE 12-0-1974. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR RETAIL CLOTHING STORE SERVICES (U.S. CLS. 
100 AND 101). 
FIRST USE 12-0-1974; IN COMMERCE 12-0-1974. 


SN 75-084,224. FACILITIES SOLUTIONS, INC., ST. LOUIS,| 
MO. FILED 4-5-1996. 


THE MARK CONSISTS OF A SHADED SQUARE 
FITTED INTO AN INCOMPLETE SHADED TRIANGLE. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR AUDITING SERVICES, MANAGEMENT ASSIST- 
ANCE SERVICES, COMPUTERIZED DATABASE MAN- 
AGEMENT SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 10-12-1993; INCOMMERCE 12-3-1993. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE AND PROPERTY MANAGEMENT 
SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 10-12-1993; IN COMMERCE 12-3-1993. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR CONSTRUCTION PLANNING SERVICES AND 
CONSULTATION IN CONNECTION THEREWITH AND 
REAL ESTATE SITE SELECTION SERVICES (U.S. CLS. 
100, 103 AND 106). 

FIRST USE 10-12-1993; IN COMMERCE 12-3-1993. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER PROGRAMMING SERVICES, COM- 
PUTER SOFTWARE DESIGN SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 9-23-1993; IN COMMERCE 10-10-1993. | 


SN 75-087,697. ODO, INC., DELRAY BEACH, FL. FILED' 
4-15-1996. 


COPY DEPOT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COPY”, APART FROM THE MARK AS SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PHOTOCOPYING, MAIL SORTING AND HAN- 
DLING, BUSINESS SERVICES, NAMELY PREPARING 
MAILING LISTS, BUSINESS REPORTS, PROVIDING FA- 
CILITIES FOR THE USE AND RENTAL OF OFFICE 
EQUIPMENT AND MACHINERY AND SECRETARIAL 
SUPPORT SERVICES (U.S. CLS. 100, 101 AND 102). 


OFFICIAL GAZETTE 
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CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR POSTAL SERVICES, NAMELY PARCEL DELIV- 
ERY, PACKAGING AND SHIPPING (U.S. CLS. 100 AND 
105). 


CLASS 40—MATERIAL TREATMENT 


FOR DOCUMENT DATA TRANSFER AND PHYSICAL 
CONVERSION FROM PAPER, DISK, PHOTOGRAPH OR 
MICROFILM MEDIA TO DIGITAL REPRESENTATION 
FOR CUSTOMER ACCESS, STORAGE AND RETRIEVAL 
PURPOSES (U.S. CLS. 100, 103 AND 106). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR CONDUCTING BUSINESS MANAGEMENT 
WORKSHOPS AND SEMINARS (U.S. CLS. 100, 101 AND 
107). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESKTOP PUBLISHING, PRINTING, BINDING 
AND GRAPHIC DESIGN FOR OTHERS (U.S. CLS. 100 
AND 101). 


SN _ 75-093,944. CARNIVAL CORPORATION, MIAMI, FL. 
FILED 4-25-1996. 


THE CARNIVAL VACATION 
STORE 


OWNER OF U.S. REG. NOS. 1,487,129, 1,592,400 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VACATION”, APART FROM THE MARK AS 
SHOWN. 


CLASS 39—TRANSPORTATION AND 
STORAGE 

FOR TRAVEL AGENCY SERVICES, NAMELY 
MAKING RESERVATIONS AND BOOKINGS FOR 
TRANSPORTATION, ARRANGING TRAVEL TOURS, 
AND AIR TRANSPORTATION SERVICES (U.S. CLS. 100 
AND 105). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR TRAVEL AGENCY SERVICES, NAMELY 
MAKING RESERVATIONS AND BOOKINGS FOR TEM- 
PORARY LODGING (U.S. CLS. 100 AND 101). 


iSN 75-094,212. WEBCAST COLORADO, LLC, FORT COL- 
' LINS, CO. FILED 4-25-1996. 


ZiPdelivery 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 
FOR COMPUTER SOFTWARE FOR DELIVERING IN- 
FORMATION OVER NETWORKS BETWEEN SUBSCRIB- 
ER’S AND PUBLISHERS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 4-11-1996; IN COMMERCE 4-11-1996. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING INFORMATION IN A WIDE VARIE- 
TY OF FIELDS VIA A GLOBAL COMPUTER INFORMA- 
TION NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 4-11-1996; IN COMMERCE 4-11-1996. 


SN 75-095,046. MISSION CONTROL, CHICAGO, IL. FILED 
4-26-1996. 


CLASS 18—LEATHER GOODS 


FOR FANNY PACKS (U.S. CLS. 1, 2, 3, 22 AND 41). 
FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR PLUSH TOYS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 5-0-1994; IN COMMERCE 5-0-1994. 


SN 75-096,830. BC INTERNATIONAL COSMETIC & 
IMAGE SERVICES, INC., WILMINGTON, DE. FILED 
4-30-1996. 


ALL CLEAR 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 

FOR SKIN CLEANSER, SKIN TONER, SKIN MOISTUR- 
IZER AND FACIAL SCRUB (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). 


CLASS 5—PHARMACEUTICALS 


FOR ACNE CREAM AND ACNE CLEANSER (U.S. CLS. 
6, 18, 44, 46, $1 AND 52). 


U.S. PATENT AND TRADEMARK OFFICE 


T™ « 25 


SN 75-098,277. FONG & MALLETT, SANTA CRUZ, CA. 
FILED 5-3-1996. 


Zixi 


CLASS 14—JEWELRY 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 2-15-1995; IN COMMERCE 6-15-1995. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 

FOR PICTURE FRAMES AND FURNITURE (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). 

FIRST USE 2-15-1995; IN COMMERCE 6-15-1995. 


SN 75-099,407. CONWAY, PERVIS ORVIN, WESTCHEST- 
ER, IL. FILED 5-6-1996. 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, SWEATSHIRTS, SWEAT- 
PANTS, T-SHIRTS, TROUSERS, BLOUSES, SWEATERS, 
SHORTS, COATS, CAPS, SHOES AND SOCKS (U.S. CLS. 
22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 

FOR PROTECTIVE BODY GEAR FOR INLINE SKAT- 
ERS, NAMELY, KNEE PADS, ELBOW PADS, WRIST SUP- 
PORTS, PROTECTIVE GLOVES; ILLUMINATED IN-LINE 
SKATE WHEELS, ROLLERSKATE BOOTS, AND 
HOCKEY STICKS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-100,175. TEXAS UTILITIES ELECTRIC COMPANY, 
DALLAS, TX. FILED 5-7-1996. 


TU ELECTRIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ELECTRIC”, APART FROM THE MARK AS 
SHOWN. 
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CLASS 37—CONSTRUCTION AND REPAIR 


FOR MAINTENANCE AND REPAIR OF ELECTRICAL 
SYSTEMS AND TRANSMISSION LINES (U.S. CLS. 100, 103 
AND 106). 

FIRST USE 1-16-1987; IN COMMERCE 1-16-1987. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR UTILITY SERVICES, NAMELY, THE PRODUC- 
TION, TRANSMISSION, DISTRIBUTION, AND APPLICA- 
TION OF ELECTRICITY (U.S. CLS. 100 AND 105). 

FIRST USE 1-16-1987; IN COMMERCE 1-16-1987. 


SN 75-100,390. OFFICE OF THE COMMISSIONER OF 
BASEBALL, NEW YORK, NY. FILED 5-8-1996. 


ROOKIE LEAGUE 


OWNER OF U.S. REG. NOS. 1,812,199 AND 1,980,821. 


CLASS 18—LEATHER GOODS 


FOR LUGGAGE, NAMELY, SUITCASES, TRUNKS FOR 
TRAVELING, GARMENT BAGS FOR TRAVEL; DUFFEL 
BAGS; ALL PURPOSE ATHLETIC BAGS; POUCHES; 
PURSES; RUCKSACKS; PASSPORT CASES; BUSINESS 
CASES; CREDIT CARD CASES; ATTACHE CASES; BABY 
BACK PACKS; TOTE BAG; BILLFOLDS; BRIEFCASES; 
KEY CASES; KNAPSACKS; HAND BAGS; ANIMAL 
LEASHES; ANIMAL CARRIERS; BRIEFCASE TYPE 
PORTFOLIOS; TOILETRY AND COSMETIC CASES SOLD 
EMPTY; CANES; AND UMBRELLAS (U.S. CLS. 1, 2, 3, 22 
AND 41). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR TOYS AND SPORTING GOODS, NAMELY, 
STUFFED ANIMALS, ARM GUARDS FOR ATHLETIC 
USE, ATHLETIC SUPPORTERS, BASKETBALL BACK- 
BOARDS, BOWLING BALLS, BOWLING BAGS, TOY 
BAKEWARE AND COOKWARE, BALLOONS, BASE- 
BALLS, BASKETBALLS, FOOTBALLS, PLAYGROUND 
BALLS, TENNIS BALLS, TOY BANKS, BASEBALL 
BASES, BASEBALL BATS, GRIP TAPES FOR BASEBALL 
BATS, BATTING GLOVES, BATTING TEES, BASEBALL 
GLOVES AND MITTS, BEAN BAGS, BILLIARD GAME 
PLAYING EQUIPMENT, CHECKER AND CHESS SETS, 
VIDEO GAMES CARTRIDGES, CHEST PROTECTORS 
FOR SPORTS, CHRISTMAS TREE ORNAMENTS, TOY 
CONSTRUCTION BLOCKS, DOLLS AND DOLL ACCES- 
SORIES, DICE, MANUALLY OPERATED EXERCISE 
EQUIPMENT, HAND HELD ELECTRONIC GAME UNITS, 
FISHING RODS AND TACKLE, KICK BOARD FLOATA- 
TION DEVICES FOR RECREATIONAL USE, GOLF PUT- 
TERS, GOLF BAGS, GOLF BALLS, TOY NOISEMAKERS, 
COIN AND NON-COIN OPERATED PINBALL MA- 
CHINES, SKATEBOARDS, PLAYGROUND SLIDES, 
SURFBOARDS, SNOW SLEDS FOR RECREATIONAL 
USE, EXERCISE TRAMPOLINES, FLYING DISKS, DECO- 
RATIVE WIND SOCKS, AUTOGRAPHED BASEBALLS 
AND INFLATABLE BASEBALL BATS (U.S. CLS. 22, 23, 38 
AND 50). 
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SN 75-100,588. LIPTON INVESTMENTS, INC., WILMING- 
TON, DE. FILED 5-8-1996. 


[LiDlko@ 


OWNER OF U.S. REG. NOS. 505,985, 
OTHERS. 


1,656,364 AND 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR DRY SOUP MIXES, NOODLES AND SAUCE MIX, 
PASTA AND SAUCE MIX, RICE AND SAUCE MIX, SKIL- 
LET RICE, COATING MIXES (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 
FOR SEASONINGS, GRAVIES, SAUCES (U.S. CL. 46). 


SN 75-100,897. CHUBB INTERNATIONAL HOLDINGS 
LIMITED, MIDDLESEX TW16 7AR, ENGLAND, FILED 
5-8-1996. 


CHUBB 


OWNER OF U.S. REG. NO. 1,611,882. 
SEC. 2(F). 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR INSTALLATION AND SERVICING OF FIRE AND 
BURGLAR ALARMS, SECURITY, CLOSED CIRCUIT 
TELEVISION (CCTV) AND ACCESS CONTROL SYSTEMS 
(U.S. CLS. 100, 103 AND 106). 

FIRST USE 10-4-1992; IN COMMERCE 10-4-1992. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR ALARM-MONITORING SERVICES (U.S. CLS. 100 
AND 101). 
FIRST USE 10-4-1992; IN COMMERCE 10-4-1992. 


SN 75-102,042. JIMENJI, JUNKO, NARASHINO-SHI, 
CHIBA, JAPAN, FILED 5-10-1996. 


ALPHABICS 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, TOPS, T-SHIRTS, PANTS, 
JACKETS AND SWEATERS (U.S. CLS. 22 AND 339). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR EXERCISE STRETCH BANDS (U.S. CLS. 22, 23, 38 
AND 50). 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR MUSIC AND EXERCISE INSTRUCTIONS (U.S. 
CLS. 100, 101 AND 107). 


SN 75-103,641. TRILLIUM MEDIA LTD., DBA PLENTY O’ 
NOTHING, NEW YORK, NY. FILED 5-13-1996. 


PLENTY O’ NOTHING 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR MAGAZINES FEATURING IN-LINE SKATING 
(US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 42—MISCELLANEOUS SERVICES 

FOR COMPUTER SERVICES, NAMELY, AN ON-LINE 
MAGAZINE FEATURING IN-LINE SKATING (U.S. CLS. 
100 AND 101). 


SN 75-103,969. ADMAR INTERNATIONAL, 
MONROE, LA. FILED 5-14-1996. 


INC., 


Lulypears 


CLASS 10—MEDICAL APPARATUS 

FOR BABY BOTTLES; BABY BOTTLE NIPPLES; PAC- 
IFIERS FOR BABIES; AND TEETHING RINGS (U.S. CLS. 
26, 39 AND 44). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR INFANT’S RATTLES; AND STUFFED TOY ANI- 
MALS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-104,951. CUSTOMER SERVICES SOLUTIONS L.L.C., 
MINNEAPOLIS, MN. FILED 5-16-1996. 


UTILIGENT 


CLASS 35—ADVERTISING AND BUSINESS 

FOR BUSINESS CONSULTING AND STRATEGIC 
PLANNING RELATING TO THE COMPUTERIZATION 
AND COMPUTER NETWORKING OF UTILITY COMPA- 
NIES AND THE UTILITIES INDUSTRY (U.S. CLS. 100, 101 
AND 102). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES, SEMINARS AND CONFERENCES 
OR WORKSHOPS IN THE FIELD OF COMPUTERS AND 
COMPUTER NETWORKING FOR UTILITY COMPANIES 
AND THE UTILITIES INDUSTRY (U.S. CLS. 100, 101 AND 


107). 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR COMPUTER CONSULTING AND SOFTWARE 
PRODUCT DESIGN AND DEVELOPMENT FOR UTILITY 
COMPANIES AND THE UTILITIES INDUSTRY (US. CLS. 
100 AND 101). 


SN 75-108,514. DRIVER’S MART WORLDWIDE, INC., 
GRAND RAPIDS, MI. FILED 5-23-1996. 


A NEARLY NEW CAR. A 
BRAND NEW EXPERIENCE. 


CLASS 36—INSURANCE AND FINANCIAL 


FOR FINANCING AND INSURANCE BROKERAGE 
SERVICES IN THE FIELD OF VEHICLES (U.S. CLS. 100, 
101 AND 102). 


CLASS 39—TRANSPORTATION AND 
STORAGE 
FOR LEASING OF VEHICLES (U.S. CLS. 100 AND 105). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR AUTOMOBILE DEALERSHIP SERVICES FEA- 
TURING WHOLESALE AND RETAIL OF NEW AND 
USED VEHICLES, VEHICLE PARTS AND VEHICLE AC- 
CESSORIES; ON-LINE RETAIL STORES FEATURING 
NEW AND USED VEHICLES, VEHICLE PARTS AND VE- 
HICLE ACCESSORIES, WHOLESALE STORES FEATUR- 
ING NEW AND USED VEHICLES, VEHICLE PARTS 
AND VEHICLE ACCESSORIES; RETAIL OUTLETS FEA- 
TURING NEW AND USED VEHICLES, VEHICLE PARTS 
AND VEHICLE ACCESSORIES; ELECTRONIC RETAIL- 
ING SERVICES VIA COMPUTER FEATURING NEW 
AND USED VEHICLES, VEHICLE PARTS AND VEHI- 
CLE ACCESSORIES; AND RETAIL STORE SERVICES 
AVAILABLE THROUGH COMPUTER COMMUNICA- 
TIONS AND INTERACTIVE TELEVISION, FEATURING 
NEW AND USED VEHICLES, VEHICLE PARTS AND VE- 
HICLE ACCESSORIES (U.S. CLS. 100 AND 101). 


SN 75-109,614. WHIRLPOOL PROPERTIES, INC., BENTON 
HARBOR, MI. FILED 5-24-1996. 


WHIRLPOOL 


OWNER OF U.S. REG. NOS. 581,480 AND 888,976. 


CLASS 14—JEWELRY 
FOR LAPEL PINS (U.S. CLS. 2, 27, 28 AND 50). 


CLASS 25—CLOTHING 

FOR CLOTHING USED IN CONNECTION WITH MO- 
TORSPORT RACING, NAMELY, T-SHIRTS, CAPS, POLO 
SHIRTS, VISORS, SHORTS, ATHLETIC SOCKS, ATHLET- 
IC SHOES, SWEATSHIRTS, SWEATPANTS, WARM-UP 
JACKETS, ATHLETIC JERSEYS, SHIRTS, RUGBY 
SHIRTS, SWEATSUITS, SPORT SHIRTS, SLACKS, 
BLOUSES, HEADWEAR, HOSIERY, LEG WARMERS, 
SOCKS, SWEATERS, RAIN JACKETS, CREW SHIRTS, 
COLLARED SHIRTS, PANTS, COVER-ALLS, HATS, 
RACE UNIFORMS, SHOES, SCARVES, KNIT HATS, 
GLOVES, BELTS, JOGGING SUITS AND TIES, ALL FOR 
SPORTING WEAR (U.S. CLS. 22 AND 339). 
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SN 75-111,443. ROYAL ONTARIO MUSEUM, THE, TO- 
RONTO, ONTARIO M52 2C6, CANADA, FILED 
5-29-1996. 


ROM 


OWNER OF U.S. REG. NO. 1,850,732. 


CLASS 14—JEWELRY 


FOR BROOCHES, LAPEL PINS, PENDANTS, CHAINS, 
BELT BUCKLES, BRACELETS, NECKLACES, RINGS, 
EARRINGS, EAR CLIPS, TIE CLIPS, TIE PINS, TIE 
TACKS, TIE FASTENERS, CUFFLINKS, DECORATIVE 
BOXES OF PRECIOUS METAL, MEDALLIONS, SCULP- 
TURES OF PRECIOUS METAL, SERVING TRAYS, CAN- 
DLESTICKS AND NAPKIN RING OF PRECIOUS METAL 
(U.S. CLS. 2, 27, 28 AND 50). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR ADDRESS BOOKS, ANNIVERSARY BOOKS, EN- 
GAGEMENT BOOKS, BABY BOOKS, GUEST BOOKS, 
NOTE BOOKS, SCORE BOOKS; COIN, PHOTOGRAPH, 
SCRAPBOOK, STAMP, AND WEDDING ALBUMS; DIA- 
RIES; BOOKMARKS, BOOK PLATES, BOOK COVERS; 
NOTE PADS, NOTE PAPER, DESK SETS; DESK STANDS, 
PEN AND PENCIL HOLDERS AND BASKETS; STATION- 
ERY FOLDERS, DESK AND WALL CALENDARS; BIND- 
ERS; CLIP-BOARDS; CHECK BOOK COVERS; PLACE- 
MATS, NAPKINS, COASTERS, CONTAINERS MADE OF 
PAPER, BAGS AND BOXES MADE OF PAPER, WRAP- 
PING PAPER; COOKBOOKS; ART REPRODUCTIONS, 
NAMELY, PHOTOGRAPHIC REPRODUCTIONS, GRAPH- 
IC REPRODUCTIONS, PRINTED REPRODUCTIONS AND 
DECALS, CASES FOR PLAYING CARDS; LABELS AND 
STICKERS; STATIONERY CUBES; CHRISTMAS CARDS; 
GREETING CARDS; GIFT CARDS; NOTE CARDS; INVI- 
TATION CARDS AND PLAYING CARDS; LETTER 
OPENERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR BUSTS, FIGURES OR FIGURINES, STATUETTES 
AND SCULPTURES OF PLASTER, WOOD OR PLASTIC, 
WOOD OR PLASTIC; PLAQUES; ORNAMENTAL NOVEL- 
TY BUTTONS AND PINS; BOXES OF WOOD; JEWEL- 
LERY BOXES AND CASES NOT OF METAL OR PRE- 
CIOUS METAL (US. CLS. 2, 13, 22, 25, 32 AND 50). 


CLASS 21—HOUSEWARES AND GLASS 


FOR BEVERAGE WARE, GOBLETS, DRINKING 
GLASSES, BEER GLASSES, PITCHERS, SUGAR BASINS, 
BOWLS, PLATES, COMMEMORATIVE PLATES, STAT- 
UES OR BUSTS IN TERRA COTTA, PLASTIC PLACE- 
MATS, FLOWER POTS, VASES AND MEAL AND SERV- 
ICE TRAYS NOT MADE OF PRECIOUS METAL, CAN- 
DLESTICKS AND NAPKIN RINGS NOT OF PRECIOUS 
METAL (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


SN 75-112,818. CABOT SAFETY INTERMEDIATE CORPO- 
RATION, SOUTHBRIDGE, MA. FILED 6-3-1996. 


AEARO 


CLASS 5—PHARMACEUTICALS 
FOR FIRST AID KITS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR INDUSTRIAL SAFETY DEVICES, NAMELY, 
FACEPIECE RESPIRATORS, PROTECTIVE EYEWEAR, 
FACESHIELDS, HOODS AND GOGGLES, EAR PROTEC- 
TIVE DEVICES AND EARPLUGS; PROTECTIVE HEAD- 
GEAR, NAMELY, HARD HATS, HELMETS AND HAT 
LINERS AND PROTECTIVE CLOTHING (U.S. CLS. 21, 23, 
26, 36 AND 38). 


SN 75-112,999. CIVCO MEDICAL INSTRUMENTS CO., 
INC., KALONA, IA. FILED 6-3-1996. 


CIVCO 


CLASS 5—PHARMACEUTICALS 


FOR MULTI-PURPOSE TRANSMISSION GEL FOR USE 
WITH MEDICAL IMAGING DEVICES (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 

FIRST USE 0-0-1987; IN COMMERCE 0-0-1987. 


CLASS 10—MEDICAL APPARATUS 


FOR MEDICAL AND SURGICAL DEVICES AND AC- 
CESSORIES FOR USE WITH IMAGING EQUIPMENT, 
NAMELY, MOUNTS AND SUPPORTS FOR PROBES, 
NEEDLE GUIDES, TRANSDUCER COVERS AND SURGI- 
CAL DRAPES (U.S. CLS. 26, 39 AND 44). 

FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
MEDICAL AND SURGICAL INSTRUMENTS AND SUP- 
PLIES FOR USE BY PHYSICIANS AND SURGEONS, 
CLINICS AND HOSPITALS (U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


SN 75-113,362. GUROSH, JEFF, ELMHURST, IL. FILED 
6-3-1996. 


CLASS 25—CLOTHING 


FOR CLOTHING, SPECIFICALLY, T-SHIRTS, SHIRTS, 
SWEATSHIRTS, TANK TOPS, PANTS, SHORTS, JOG- 
GING SUITS, SWIMSUITS, HATS, VISORS, SOCKS, AND 
SHOES, INCLUDING CANVAS SHOES, TENNIS SHOES, 
AND ATHLETIC SHOES (U.S. CLS. 22 AND 339). 
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CLASS 28—TOYS AND SPORTING GOODS 


FOR BALLS, NAMELY, GOLF BALLS, BASKETBALLS, 
BASEBALLS, SOFTBALLS, LACROSSE BALLS, FOOT- 
BALLS, TENNIS BALLS, VOLLEYBALLS AND SOCCER 
BALLS; BATS, NAMELY, BASEBALL AND SOFTBALL 
BATS; RACQUETS, NAMELY, TENNIS, SQUASH, BAD- 
MINTON AND RACQUETBALL RACQUETS; SQUASH 
PADDLES; GLOVES, NAMELY, GOLF AND BASEBALL 
GLOVES; GOLF BAGS; GOLF MATS; NETS, NAMELY, 
GOLF, SOCCER, HOCKEY AND BASKETBALL NETS; 
TARGETS, TEES, NAMELY, GOLF, BASEBALL AND 
SOFTBALL TEES; SKATES, NAMELY, IN-LINE, ICE 
AND ROLLER SKATES, AND SKATEBOARDS (U.S. CLS. 
22, 23, 38 AND 50). 


SN 75-113,604. DARK GARDEN, SAN FRANCISCO, CA. 
FILED 6-4-1996. 


DARK GARDEN 


CLASS 14—JEWELRY 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 12-7-1990; IN COMMERCE 12-7-1990. 


CLASS 25—CLOTHING 


FOR WHOLESALE AND RETAIL CLOTHING, 
NAMELY, HISTORICALLY INSPIRED AND PERIOD 
COSTUMES, LINGERIE, HATS, COLLARS AND CUFFS 
(U.S. CLS. 22 AND 339). 

FIRST USE 12-7-1990; IN COMMERCE 12-7-1990. 


SN 75-114,037. TROLL COMMUNICATIONS §L.L.C, 
MAHWAH, NJ. FILED 6-4-1996. 


TROLL READING EXPRESS 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR STATIONERY ITEMS, NAMELY, BOOK MARKS, 
DIARIES, WRITING PADS, PENCILS, POSTERS, PRINT- 
ED PAPER SIGNS AND STICKERS (US. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 


CLASS 42—MISCELLANEOUS SERVICES 


FOR MAIL ORDER BOOK CLUB (U.S. CLS. 100 AND 
101). 


SN 75-114,426. HOLMES PROTECTION GROUP, INC., 
NEW YORK, NY. FILED 6-5-1996. 


CARGONET 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR INSTALLATION OF ELECTRONIC PERSONAL 


SECURITY, AND ANTI-THEFT CARGO AND VEHICLE’ 


SECURITY AND TRACKING SYSTEMS (U.S. CLS. 100, 103 
AND 106). 
FIRST USE 2-26-1996; IN COMMERCE 2-26-1996. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR MONITORING OF ELECTRONIC PERSONAL SE- 
CURITY, AND ANTI-THEFT CARGO AND VEHICLE SE- 
CURITY AND TRACKING SYSTEMS (U.S. CLS. 100 AND 
101). 

FIRST USE 2-26-1996; IN COMMERCE 2-26-1996. 


SN 75-115,006. PPONEER KABUSHIKI KAISHA, DBA PIO- 
NEER ELECTRONIC CORPORATION, MEGURO-KU, 
TOKYO 153, JAPAN, FILED 6-6-1996. 


ANI-MAYHEM 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR TRADING CARDS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


CLASS 28—TOYS AND SPORTING GOODS 
FOR CARD GAMES (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-115,539. KPR SPORTS INTERNATIONAL, INC., 
KING OF PRUSSIA, PA. FILED 6-7-1996. 


YUKON 


OWNER OF U.S. REG. NO. 1,991,726. 


CLASS 18—LEATHER GOODS 


FOR BACKPACKS AND SOFT LUGGAGE (US. CLS. 1, 
2, 3, 22 AND 41). 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, T-SHIRTS, SWEAT 
SHIRTS, SWEAT PANTS, JACKETS, HATS, SOCKS, 
TANK TOPS, SHIRTS, WARM-UP SUITS, SHORTS, 
GLOVES AND UNDERWEAR (U.S. CLS. 22 AND 39). 


SN 75-116,161. TOM-PAC WESTERN PACIFIC INC., SEAT- 
TLE, WA. FILED 6-7-1996. 


TOM-PACIFIC 


CLASS 4—LUBRICANTS AND FUELS 

FOR LUBRICANTS FOR INDUSTRIAL, CHAIN AND 
MACHINE USE (U.S. CLS. 1, 6 AND 15). 

FIRST USE 3-9-1994; IN COMMERCE 4-18-1994. 


CLASS 17—RUBBER GOODS 
FOR NON-METALLIC PACKING AND SEALANT FOR 
PUMPS AND VALVES (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 
FIRST USE 3-9-1994; IN COMMERCE 4-18-1994. 
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SN 75-118,920. QUAD/TECH, INC., SUSSEX, WI. FILED 
6-14-1996. 


QTI 


CLASS 7—MACHINERY 

FOR PRINTING, BINDING AND PACKAGING MA- 
CHINES, NAMELY, COATERS, DRYERS, CUTTERS, 
CHILL ROLL TOWERS, INK LEVELERS, SORTERS, 
CARD INSERTERS, CORE STRIPPERS, AND WEB 
GUIDES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR ELECTRICAL, ELECTRONIC, AND ELECTRO- 
MECHANICAL PROGRAMMABLE CONTROLS, MONI- 
TORS, AND DETECTORS FOR PRINTING PRESS EQUIP- 
MENT AND WEB PROCESS MACHINERY (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 75-119,124. AGENTS OF GOOD ROOTS, INC., DBA 
AGENTS OF GOOD ROOTS, ROANOKE, VA. FILED 
6-14-1996. 


AGENTS OF GOOD ROOTS 


CLASS 25—CLOTHING 

FOR CLOTHING, NAMELY, TEE-SHIRTS, HATS, 
SWEATSHIRTS, SHORTS, AND SWEATPANTS (U.S. CLS. 
22 AND 39). 

FIRST USE 12-19-1993; IN COMMERCE 3-12-1994. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A MUSICAL GROUP (U.S. CLS. 100, 101 AND 107). 
FIRST USE 12-19-1993; IN COMMERCE 3-12-1994. 


SN 75-121,127. COMPANIA PROCESADORA Y ELABORA- 
DORA EL CANELO, S.A. DE C.V., LEON, GUANA- 
JUATO, MEXICO, FILED 6-10-1996. 


REGIONAL 


CLASS 18—LEATHER GOODS 


FOR WALLETS, PURSES AND LEATHER KEY FOBS 
WS. CLS. 1, 2, 3, 22 AND 41). 
FIRST USE 6-0-1982; IN COMMERCE 9-0-1993. 


CLASS 25—CLOTHING 


FOR BOOTS, ANKLE BOOTS, SHOES, HATS, SHIRTS, 
PANTS AND BELTS (U.S. CLS. 22 AND 339). 
FIRST USE 6-0-1982; IN COMMERCE 9-0-1993. 


SN 75-121,289. ELIE, ERIC, LAS VEGAS, NV. FILED 
6-11-1996. 


ZABANGO 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR MUSICAL SOUND RECORDINGS (US. CLS. 21, 23, 
26, 36 AND 38). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 

FOR ENTERTAINMENT, NAMELY, LIVE MUSICAL 
PERFORMANCES BY A GROUP OR INDIVIDUAL (U.S. 
CLS. 100, 101 AND 107). 


SN 75-122,185. FADED GLORY, L.P.. NEW YORK, NY. 
FILED 6-19-1996. 


CLASS 18—LEATHER GOODS 


FOR ATHLETIC BAGS, ALL PURPOSE SPORT BAGS, 
GYM BAGS, DUFFEL BAGS, TOTE BAGS, BEACH BAGS, 
WAIST PACKS, FANNY PACKS, UMBRELLAS, WAL- 
LETS, KEY CASES, HANDBAGS, LUGGAGE, GARMENT 
BAGS FOR TRAVEL, AND TOILETRY CASES SOLD 
EMPTY (U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 25—CLOTHING 


FOR SPORTSWEAR AND ATHLETIC FOOTWEAR, 
NAMELY, SNEAKERS, SANDALS, SHOES, T-SHIRTS, 
POLO SHIRTS, GOLF SHIRTS, SWEATERS, VESTS, 
SHORTS, PANTS, SWEAT SHIRTS, SWEAT PANTS, 
WARM-UP SUITS, TANK TOPS, ANORAKS, WIND RE- 
SISTANT JACKETS, JOGGING SUITS, LEOTARDS, LEG- 
GINGS, BATHING SUITS, BATHING TRUNKS, BATHING 
CAPS, TENNIS WEAR, SKI WEAR, FOUL WEATHER 
GEAR, CAPS, HATS, SUN VISORS, HEADBANDS, WRIST 
BANDS, BELTS, SOCKS, BRAS, UNDERWEAR AND ATH- 
LETIC UNIFORMS (US. CLS. 22 AND 39). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR TOYS AND GAMES, NAMELY, ACTION SKILL 
GAMES, BOARD GAMES, COMPUTER GAME PRO- 
GRAMS, COMPUTER GAME DISCS, COMPUTER GAME 
CASSETTES AND CARTRIDGES; SPORTING GOODS 
AND EQUIPMENT, NAMELY, BASEBALLS, BASEBALL 
BATS, BASES, MITTS AND GLOVES, SOFTBALLS, SOFT- 
BALL BATS, MITTS AND GLOVES; BASKETBALLS, 
BASKETBALL NETS, GOALS AND BACKBOARDS, 
DARTS AND DART BOARDS, FOOTBALLS, FOOTBALL 
BODY PROTECTORS AND SHOULDER PADS, SOCCER 
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BALLS, RUGBY BALLS, LACROSSE BALLS AND 
STICKS, HOCKEY PUCKS AND HOCKEY STICKS, ICE 
SKATES, IN-LINE SKATES, ROLLER SKATES, SKATE- 
BOARDS, ELBOW, KNEE AND WRIST/HAND PADS FOR 
ATHLETIC USE, REPLACEMENT IN-LINE SKATE 
WHEELS AND BRAKE PADS, TENNIS RACKETS, 
BALLS AND NETS, SQUASH RACKETS AND SQUASH 
BALLS, HANDBALLS AND HANDBALL GLOVES, RAC- 
QUET BALLS, VOLLEYBALLS AND VOLLEYBALL 
NETS, WATERSKIS, BODY BOARDS, SURFBOARDS, 
FINS AND LEASHES FOR BODY BOARDS AND SURF- 
BOARDS, SAILBOARDS, DIVING MASKS, SNORKELS 
AND FINS, FISHING RODS, REELS AND TACKLE SKIS, 
SKI POLES, BINDINGS, SNOWBOARDS, GOLF CLUBS, 
BALLS AND BAGS, BOWLING BALLS, BOXING 
GLOVES AND BAGS, DUMBBELLS, BARBELLS, EXER- 
CISE WEIGHTS, EXERCISE MACHINES, EXERCISE 
TREADMILLS, STATIONARY EXERCISE BICYCLES, 
AND MANUALLY-OPERATED EXERCISE EQUIPMENT 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-122,226. HESTIA PRODUCTS, INC., MARBLEHEAD, 
MA. FILED 6-19-1996. 


AMERISCAPE 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR ORNAMENTS, NAMELY, RELIEF SCULPTURES 
OF PLASTIC AND RESIN-BASED CASTING MATERIALS 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 5-12-1995; IN COMMERCE 5-12-1995. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR DESIGN SERVICES, NAMELY, CUSTOM DESIGN 
OF ORNAMENTAL RELIEF SCULPTURES TO THE 
SPECIFICATIONS OF OTHERS (U.S. CLS. 100 AND 101). 

FIRST USE 5-12-1995; IN COMMERCE 5-12-1995. 


SN 75-123,484. WOODLANDS CORPORATION, THE, THE 
WOODLANDS, TX. FILED 6-21-1996. 


WOOD TRACE 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE BROKERAGE SERVICES (US. 
CLS. 100, 101 AND 102). 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR REAL ESTATE DEVELOPMENT SERVICES, 
NAMELY, PLANNING, LAYING OUT, AND CON- 
STRUCTING RESIDENTIAL COMMUNITIES FOR 
OTHERS (U.S. CLS. 100, 103 AND 106). 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR PROVIDING RECREATIONAL FACILITIES TO 
OTHERS (U.S. CLS. 100, 101 AND 107). 
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SN 75-124,559. HARD ROCK CAFE LICENSING CORPO- 
RATION, BEVERLY HILLS, CA. FILED 6-24-1996. 


HARD ROCK HOTEL 


OWNER OF U.S. REG. NOS. 
OTHERS. 


1,397,180, 2,006,584 AND 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PHOTOGRAPHIC CAMERAS (USS. CLS. 21, 23, 26, 
36 AND 38). 
FIRST USE 4-30-1995; IN COMMERCE 4-30-1995. 


CLASS 10—MEDICAL APPARATUS 


FOR BODY MASSAGE APPARATUS (U.S. CLS. 26, 39 
AND 44). 
FIRST USE 4-30-1995; IN COMMERCE 4-30-1995. 


CLASS 14—JEWELRY 


FOR NON-MONETARY COLLECTOR COINS NOT OF 
PRECIOUS METAL (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 4-30-1995; IN COMMERCE 4-30-1995. 


SN 75-133,563. KANGAMANGUS MOUNTAIN, 
SARASOTA, FL. FILED 7-12-1996. 


KANCAMAGUS MOUNTAIN 
GRILL 


INC., 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GRILL”, APART FROM THE MARK AS SHOWN. 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, SHIRTS AND HATS (US. 
CLS. 22 AND 39). 


CLASS 42—MISCELLANEOUS SERVICES 
FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 75-135,403. DIVCO WEST PROPERTIES, LLC, SAN 
JOSE, CA. FILED 7-17-1996. 


DIVCO 


CLASS 36—INSURANCE AND FINANCIAL 


FOR REAL ESTATE INVESTMENT, REAL ESTATE 
DEVELOPMENT, AND REAL ESTATE MANAGEMENT; 
REAL ESTATE MANAGEMENT, REAL ESTATE LEAS- 
ING AND BROKERAGE SERVICES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 1-1-1993; INCOMMERCE 1-1-1993. 


CLASS 37—CONSTRUCTION AND REPAIR 
FOR CONSTRUCTION AND CONSTRUCTION MAN- 

AGEMENT SERVICES (U.S. CLS. 100, 103 AND 106). 
FIRST USE 1-1-1993; INCOMMERCE 1-1-1993. 
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SN 75-159,059. REVLON CONSUMER PRODUCTS CORPO- 
RATION, NEW YORK, NY. FILED 9-3-1996. 


SHE SEXY 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR PERFUME, EAU DE TOILETTE, BODY LOTION, 
SHOWER GEL, TALCUM POWDER, MASSAGE OIL, POT- 
POURRI, MAKE UP AND NAIL ENAMEL (USS. CLS. 1, 4, 
6, 50, 51 AND 52). 


CLASS 4—LUBRICANTS AND FUELS 
FOR CANDLES (U.S. CLS. 1, 6 AND 15). 


SN 75-159,065. REVLON CONSUMER PRODUCTS CORPO- 
RATION, NEW YORK, NY. FILED 9-3-1996. 


SHE FREE 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR PERFUME, EAU DE TOILETTE, BODY LOTION, 
SHOWER GEL, TALCUM POWDER, MASSAGE OIL, POT- 
POURRI, MAKE UP AND NAIL ENAMEL (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). 


CLASS 4—LUBRICANTS AND FUELS 
FOR CANDLES (U.S. CLS. 1, 6 AND 15). 


SN 75-975,265. EASTERN MOUNTAIN SPORTS, INC., 
PETERBOROUGH, NH. FILED 11-15-1994. 


EMS 


OWNER OF U.S. REG. NOS. 
1,407,138. 


1,010,768, 1,376,419 AND 


CLASS 8—HAND TOOLS 


FOR MULTI-PURPOSE POCKET KNIVES; HAND 
TOOLS, NAMELY SAWS AND KNIFE SHARPENING 
STONES; AND CAMPING UTENSILS, NAMELY KNIVES, 
FORKS AND SPOONS, COMPASSES; THERMOMETERS 
NOT FOR MEDICAL USE; PEDOMETERS; BINOCULARS; 
LIFE VESTS; SUNGLASS ACCESSORIES, NAMELY SUN- 
GLASS CASES AND SUNGLASS STRAPS; TOOTHBRUSH 
HOLDERS; CANDLE LANTERNS NOT MADE OF PRE- 
CIOUS METALS (U.S. CLS. 23, 28 AND 44). 

FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 
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CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 

FOR COMPASSES, THERMOMETERS NOT FOR MEDI- 
CAL USE; PEDOMETERS; BINOCULARS; LIFE VESTS; 
SUNGLASS ACCESSORIES, NAMELY, SUNGLASS 
CASES AND SUNGLASS STRAPS (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


CLASS 18—LEATHER GOODS 


FOR RUCKSACKS, FANNYPACKS; BRIEFCASES, 
SHOULDER BAGS; DUFFLE BAGS; FABRIC SACKS FOR 
STORING CAMPING EQUIPMENT; GARMENT BAGS 
FOR TRAVEL; WALLETS; TOTE BAGS; BACK PACKS; 
DOPP KITS; WAIST PACKS USED AS ORGANIZERS; 
UMBRELLAS AND WALKING STICKS (U.S. CLS. 1, 2, 3, 
22 AND 41). 

FIRST USE 0-0-1975; IN COMMERCE 0-0-1975. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR SLEEPING BAGS; CAMP FURNITURE; NON- 
METAL KEY FOBS; HAND-HELD MIRRORS, AND NON- 
METAL TENT STAKES (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 0-0-1975; IN COMMERCE 0-0-1975. 


CLASS 21—HOUSEWARES AND GLASS 
FOR PORTABLE COOLERS; FUEL FUNNELS; DISHES; 
VACUUM BOTTLES; FOOD CONTAINERS; CUPS; MUGS; 
WATER BOTTLES; CANTEENS; POTS; PANS; AND SOAP 
HOLDERS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
FIRST USE 0-0-1984; IN COMMERCE 0-0-1984. 


CLASS 22—CORDAGE AND FIBERS 


FOR VINYL GROUND CLOTHS; FAMILY TENTS; 
BACKPACKING TENTS; FABRIC COVERS FOR TENTS; 
BIVOUACS, NAMELY PORTABLE FABRIC SHELTERS; 
FLOOR SAVERS; HAMMOCKS; BUNGEE CORDS; AND 
CORD (USS. CLS. 1, 2, 7, 19, 22, 42 AND 50). 

FIRST USE 0-0-1975; IN COMMERCE 0-0-1975. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR BICYCLING GLOVES; AND BICYCLING BANDS 
(U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 0-0-1984; IN COMMERCE 0-0-1984. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR FREEZE DRIED FOODS, NAMELY POWDERED 
EGG MIXES; APPLE SAUCES; BEANS; CHILI WITH 
BEANS AND VEGETABLES; ORIENTAL SWEET AND 
SOUR ENTREES CONSISTING PRIMARILY OF MEAT, 
FISH, POULTRY AND VEGETABLES; STEWS; WHOLE 
KERNEL CORN; ONION; GREEN PEAS; AND COCONUT 
BASED SNACKS (U.S. CL. 46). 

FIRST USE 6-0-1992; IN COMMERCE 11-15-1994. 


CLASS 30—STAPLE FOODS 


FOR CHOCOLATES; COCOA; HONEY-FILLED 
STRAWS; FREEZE DRIED FOODS, NAMELY PAN- 
CAKES; BREAKFAST CEREAL; BISCUITS; PASTA; RICE; 
RICE PILAF; ORIENTAL SWEET AND SOUR ENTREES 
CONSISITNG PRIMARILY OF PASTA AND RICE; CAKE; 
COBBLER; AND COOKIES (U.S. CL. 46). 

FIRST USE 0-0-1992; IN COMMERCE 0-0-1992. 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this sectiongrefers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 1—CHEMICALS 


SN 74-279,894. RINKAGAKU KOGYO CO., LTD., TOYAMA 
934, JAPAN, FILED 5-26-1992. 


RINKA 


PRIORITY CLAIMED UNDER SEC. 44(D) ON JAPAN 
APPLICATION NO. 4-29,986, FILED 3-21-1992, REG. NO. 
2707368, DATED 5-31-1995, EXPIRES 5-31-2005. 

FOR SYNTHETIC RESIN ADDITIVES FOR USE AS 
PLASTICIZERS, ANTI-OXIDANTS, ULTRAVIOLET STA- 
BILIZERS, ANTI-STATIC AGENTS, LUBRICANTS AND 
FLAME RETARDANTS; WATER TREATMENT CHEMI- 
CALS, NAMELY, SCALE REMOVER, RUST REMOVER 
AND SLIME REMOVER; CHEMICALS USED AS BIND- 
ERS, DISPENSERS AND WATER ABSORBANTS FOR 
USE IN THE MANUFACTURE OF REFRACTORIES; 
FOOD ADDITIVES FOR USE IN PRESERVING PICKLES, 
NOODLES, OILED FOODS, CONDIMENTS, AND SOFT 
DRINKS; AND CHEMICAL METAL SURFACE MODI- 
FIERS FOR USE IN ALLOYS AND METALS (USS. CLS. 1, 
5, 6, 10, 26 AND 46). 


SN 74-698,334. RECOMBINANT BIOCATALYSIS, INC., 
SHARON HILL, PA. FILED 7-7-1995. 


CLONEZYME 


FOR ENZYME PREPARATIONS FOR INDUSTRIAL 
USE (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 
FIRST USE 2-12-1996; IN COMMERCE 2-12-1996. 


SN 74-717,380. FERRO CORPORATION, CLEVELAND, 
OH. FILED 8-16-1995. 


POLYMER ALLOY 


FOR POWDER COATING MATERIALS CONTAINING 
THERMOSETTING RESINS FOR INDUSTRIAL USE (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 12-1-1994; IN COMMERCE 12-1-1994. 


CLASS 1—(Continued). 


SN 74-729,447. STOUT INDUSTRIES, INC., LEBANON, OH. 
FILED 9-15-1995. 


STAIN ’N FLAME GUARD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STAIN” AND “FLAME”, APART FROM THE MARK 
AS SHOWN. 

FOR FLAME RETARDANT CHEMICAL COMPOUND 
FOR USE ON FABRICS, CLOTH AND SYNTHETIC MA- 
TERIALS; STAIN AND SPILL RETARDANT (U.S. CLS. 1, 
5, 6, 10, 26 AND 46). 


SN 75-022,881. BICC CABLES CORPORATION, WEST 


NYACK, NY. FILED 11-21-1995. 


FLAMBICC 


FOR FIRE-RESISTANT POLYOLEFIN COMPOSITIONS 
FOR INSULATING WIRES AND CABLES (U.S. CLS. 1, 5, 
6, 10, 26 AND 46). 


SN 75-029,866. ALLIED COLLOIDS LIMITED, BRAD- 
FORD, WEST YORKSHIRE BDi2 0JZ, ENGLAND, 
FILED 8-30-1995. 


OXICOL 


FOR CHEMICAL PRODUCTS FOR USE IN THE MANU- 
FACTURE OF PAPER; FLOCCULANTS FOR USE IN EF- 
FLUENT TREATMENT (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 4-12-1995; IN COMMERCE 4-12-1995. 
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SN 75-044,318. PPG INDUSTRIES, INC., PITTSBURGH, PA. 
FILED 1-16-1996. 


YM. 


eee 
BVBVsyususns 


THE MARK CONSISTS OF THE STYLIZED REPRE- 
SENTATION OF WATER DROPLETS. 

FOR CHEMICAL TREATMENT SYSTEM FOR PRO- 
DUCING A WATER REPELLENT SURFACE ON GLASS, 
WINDOWS, DOORS, WINDSHIELDS AND OTHER 
TRANSPARENCIES, NAMELY, A KIT COMPRISING A 
FLUOROPOLYMER SOLUTION, APPLICATION PADS, 
AND PRINTED INSTRUCTIONS FOR USE, ALL SOLD AS 
A UNIT (US. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 1-31-1994; IN COMMERCE 1-31-1994. 


SN 75-055,580. NOVO NORDISK A/S, DK-2880 BAGS- 
VAERD, DENMARK, FILED 2-9-1996. 


DENILITE 


FOR ENZYME PREPARATIONS USED FOR MANU- 
FACTURING IN THE TEXTILE INDUSTRY (U.S. CLS. 1, 
5, 6, 10, 26 AND 46). 


SN  75-059,523. BROOKWOOD COMPANIES, 
KENYON, RI. FILED 2-20-1996. 


INC., 


HYDRO-TEX 


FOR TEXTILE CHEMICALS FOR MAKING A MOIS- 
TURE-WICKING FABRIC FINISH (U.S. CLS. 1, 5, 6, 10, 26 
AND 46). 


SN 75-068,555. ISP INVESTMENTS INC., WILMINGTON, 
DE. FILED 3-6-1996. 


V-CAP 


FOR CHEMICAL, NAMELY, VINYL CAPROLACTAM 
FOR MANUFACTURING USE IN THE RADIATION CUR- 
ABLE COATING INDUSTRY, AND FOR MANUFACTUR- 
ING USE IN NUMEROUS OTHER INDUSTRIES (U.S. CLS. 
1, 5, 6, 10, 26 AND 46). 
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SN 75-071,960.. DONLAR CORPORATION, BEDFORD 
PARK, IL. FILED 3-13-1996. 


fit] AmiSorb 


OWNER OF U.S. REG. NO. 1,994,107. 

THE STIPPLING SHOWN IN THE DRAWING IS A 
FEATURE OF THE MARK AND IS NOT INTENDED TO 
INDICATE COLOR. 

FOR PLANT NUTRIENT COLLECTING PREPARA- 
TIONS FOR AGRICULTURAL USE (U.S. CLS. 1, 5, 6,.10, 26 
AND 46). 


SN 75-076,629. PRECISION STEEL WAREHOUSE, INC., 
FRANKLIN PARK, IL. FILED 3-21-1996. 


PRECISION BRAND. 


OWNER OF U.S. REG. NOS. 500,358, 1,807,025 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRAND”, APART FROM THE MARK AS SHOWN. 

FOR SLIP RESISTANT GEL FOR THE REMOVAL OF 
FASTENERS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 3-6-1996; IN COMMERCE 3-6-1996. 


SN 75-082,380. R.T. VANDERBILT COMPANY, INC., NOR- 
WALK, CT. FILED 4-2-1996. 


VANTACK 


FOR TACKIFIERS FOR POLYMERS USED IN THE 
MANUFACTURE OF ELASTOMERIC AND ADHESIVE 
PRODUCTS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 6-18-1996; IN COMMERCE 6-18-1996. 


SN 75-083,061. PIERCE CHEMICAL COMPANY, ROCK- 
FORD, IL. FILED 4-3-1996. 


EVERYTHING IS 
POSSIBLE...WITH THE 
RIGHT TOOLS. 


FOR LABORATORY CHEMICALS AND REAGENTS 
USED FOR ANALYTICAL PROTEIN AND IMMUNOLO- 
GY RESEARCH (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 6-1-1996; IN COMMERCE 6-1-1996. 





JANUARY 7, 1997 


CLASS 1—(Continued). 


SN 75-085,816. M-I DRILLING FLUIDS L.L.C., HOUSTON, 
TX. FILED 4-9-1996. 


DURASTAR 


FOR PETROLEUM INDUSTRY CHEMICALS, NAMELY 
A FLUID LOSS CONTROL ADDITIVE FOR USE IN THE 
OIL AND GAS WELL DRILLING INDUSTRY (U.S. CLS. 1, 
5, 6, 10, 26 AND 46). 


SN 75-088,581. WILBUR-ELLIS COMPANY, SAN FRANCIS- 
CO, CA. FILED 4-15-1996. 


TUMBLELEAF 


FOR COTTON DEFOLIANT (U.S. CLS. 1, 5, 6, 10, 26 
AND 46). 


SN 75-089,222. CYTEC TECHNOLOGY CORP., WILMING- 
TON, DE. FILED 4-16-1996. 


POWDERLINK 


OWNER OF USS. REG. NOS. 1,650,451 AND 1,885,515. 
FOR ADDITIVES FOR USE IN THE MANUFACTURE 
OF POWDER COATINGS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-093,474. MERCK KGAA, D-64293 DARMSTADT, 
FED REP GERMANY, FILED 4-24-1996. 


SPINETCH 


OWNER OF FED REP GERMANY REG. NO. 39528360, 
DATED 10-17-1995, EXPIRES 7-31-2005. 

FOR CHEMICAL PRODUCTS FOR USE IN INDUSTRY, 
NAMELY, ECHANTS FOR THE SEMI-CONDUCTOR IN- 
DUSTRY (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-094,526. GENERAL CHEMICAL CORPORATION, 
PARSIPPANY, NJ. FILED 4-24-1996. 


GENERAL CHEMICAL 


OWNER OF U.S. REG. NOS. 1,552,371, 1,719,714 AND 
1,933,616. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHEMICAL”, APART FROM THE MARK AS 
SHOWN. 

FOR CHEMICALS FOR MANUFACTURING USE, 
NAMELY SODA ASH, CALCIUM CHLORIDE, ALUMI- 
NUM SULFATE, SULFURIC ACID, SPECIALTY FINE 
CHEMICALS, PHOTOGRAPHIC CHEMICALS, SODIUM 
NITRITE AND ELECTRONIC CHEMICALS (U.S. CLS. 1, 5, 
6, 10, 26 AND 46). 

FIRST USE 6-16-1986; IN COMMERCE 6-19-1986. 
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SN 75-097,950. POLYMERIC SYSTEMS, INC., PHOENIX- 
VILLE, PA. FILED 5-2-1996. 


REPAIRITQUIK 


OWNER OF U.S. REG. NO. 1,604,172. 

SEC. 2(F). 

FOR EPOXY GLUE FOR GENERAL BONDING AND 
REPAIR PURPOSES (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 1-6-1986; IN COMMERCE 3-18-1986. 


SN 75-098,758. AMERICAN SUPERABRASIVES CORPO- 
RATION, RED BANK, NJ. FILED 5-6-1996. 


MBX 


FOR ABRASIVE COMPOSITIONS USED IN THE MAN- 
UFACTURE OF DIAMOND SAW BLADES AND DIA- 
MOND WHEELS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 4-21-1993; IN COMMERCE 4-21-1993. 


SN 75-100,359. RS-2 PRODUCTS, INC., HOUSTON, TX. 
FILED 5-8-1996. 


RS-2 


FOR CHEMICAL SOLUTIONS, NAMELY, A COOLANT 
SYSTEM FLUSH FOR INTERNAL COMBUSTION EN- 
GINES, FOR THE TREATMENT AND PREVENTION OF 
CORROSION (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-100,372. RS-2 PRODUCTS, INC., HOUSTON, TX. 
FILED 5-8-1996. 


FOR CHEMICAL SOLUTIONS, NAMELY, A COOLANT 
SYSTEM FLUSH FOR INTERNAL COMBUSTION EN- 
GINES, FOR THE TREATMENT AND PREVENTION OF 
CORROSION (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 
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SN 75-101,890. SHAKLEE CORPORATION, SAN FRANCIS- 
CO, CA. FILED 5-9-1996. 


BIODEGREAT 


FOR NATURAL ENZYME BUILD-UP REDUCER, USED 
PRIMARILY FOR CLEARING DRAINS AND DECOMPOS- 
ING ORGANIC MATTER (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-104,148. CLARIANT AG, MUTTENZ, SWITZER- 
LAND, FILED 5-14-1996. 


MELIO 


FOR CHEMICALS, NAMELY, SYNTHETIC RESIN COM- 
POSITIONS FOR USE IN THE MANUFACTURE AND 
PROCESSING OF LEATHER (U.S. CLS. 1, 5, 6, 10, 26 AND 
46). 
FIRST USE 4-26-1994; IN COMMERCE 4-26-1994. 


SN 75-105,114. SCRYPTON SYSTEMS, INC., ANNAPOLIS, 
MD. FILED 5-16-1996. 


OCEAN-GRO 


FOR FERTILIZER FOR AGRICULTURAL AND DO- 
MESTIC USE (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-105,257. WESTERN POLYMER CORPORATION, 
MOSES LAKE, WA. FILED 5-16-1996. 


WESTECH 


FOR STRONG TECHNICALLY DEVELOPED CATION- 
IC POTATO STARCH DESIGNED FOR SIZE PRESS AP- 
PLICATIONS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 3-4-1994; IN COMMERCE 3-4-1994. 


SN 75-106,238. GREENBRANCH ENTERPRISES, 
GLOUCESTER, MA. FILED 5-20-1996. 


INC., 


SEASURE 


FOR PROTECTIVE SEAWEED-BASED COATING 
USED AS A PRESERVATIVE FOR FRESH AND FROZEN 
FOOD PRODUCTS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 
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SN 75-106,504. CROP PRODUCTION SERVICES, TULSA, 
OK. FILED 5-20-1996. 


TACTIC 


FOR AGRICULTURAL ADJUVANT FOR THE PUR- 
POSE OF ENHANCING PESTICIDE PERFORMANCE 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 1-15-1996; IN COMMERCE 1-15-1996. 


SN 75-106,622. BRAZOS INTERNATIONAL, INC., MIAMI, 
FL. FILED 5-20-1996. 


STAMOX 


FOR SURFACTANT FOR USE IN CONNECTION WITH 
AGRICULTURAL PESTICIDES, HERBICIDES AND 
FOLIAR FERTILIZERS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-106,979. UCAR CARBON TECHNOLOGY CORPO- 
RATION, DANBURY, CT. FILED 5-20-1996. 


GRAFGUARD 


OWNER OF U.S. REG. NOS. 1,681,196 AND 1,812,925. 

FOR GRAPHITE PARTICLES FOR USE IN THE MANU- 
FACTURE OF FIRE RETARDANT PRODUCTS (US. CLS. 
1, 5, 6, 10, 26 AND 46). 


SN 75-108,240. FMC CORPORATION, PHILADELPHIA, 
PA. FILED 5-22-1996. 


APT 


FOR CHEMICALS FOR USE IN THE MANUFACTURE 
OF PESTICIDES (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-108,895. KEM-TRON, INC., HOUSTON, TX. FILED 
5-23-1996. 


Z-TROL 


FOR CHEMICALS, NAMELY, A FLUID LOSS ADDI- 
TIVE FOR CEMENT SLURRY AND SALT WATER MUD 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). 
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SN 75-109,002. KEM-TRON, INC., HOUSTON, TX. FILED 
5-23-1996. 


KEM STARCH C 


OWNER OF U.S. REG. NOS. 1,853,394 AND 1,890,727. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STARCH”, APART FROM THE MARK AS SHOWN. 

FOR NON-FERMENTING POLYSACCHARIDE FLUID 
LOSS CONTROL AND SHALE STABILIZATION ADDI- 
TIVE FOR USE IN WELL DRILLING AND WATER 
TREATMENT (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-109,003. KEM-TRON, INC., HOUSTON, TX. FILED 
5-23-1996. 


K-SPERSE LD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LD”, APART FROM THE MARK AS SHOWN. 

FOR CEMENT SLURRY PLASTICIZER FOR USE IN 
WELL DRILLING AND WATER TREATMENT (U.S. CLS. 
1, 5, 6, 10, 26 AND 46). 


SN 75-109,035. KEM-TRON, INC., HOUSTON, TX. FILED 
5-23-1996. 


KEM-THIN 


OWNER OF U.S. REG. NOS. 1,853,394 AND 1,890,727. 

FOR VICOSITY REDUCER PREPARATION FOR 
WATER BASED MUD, USED IN WELL DRILLING AND 
WATER TREATMENT (US. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-113,353. VIGORO INDUSTRIES, INC., WINTER 
HAVEN, FL. FILED 6-3-1996. 


CALPRO 


FOR ICE MELTING PREPARATION (U.S. CLS. 1, 5, 6, 
10, 26 AND 46). 


SN 75-113,406. FARNAM COMPANIES, INC., PHOENIX, 
AZ. FILED 6-3-1996. 


FAST-X 


FOR WETTING AGENT INGREDIENT ADDED TO 
HERBICIDES, PESTICIDES, FERTILIZERS AND OTHER 
HORTICULTURAL PRODUCTS (US. CLS. 1, 5, 6, 10, 26 
AND 46). 
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SN 75-113,495. C.P. HALL COMPANY, THE, CHICAGO, IL. 
FILED 6-3-1996. 


HALLBRITE 


FOR CHEMICAL PREPARATIONS FOR USE IN THE 
MANUFACTURE OF PERSONAL CARE PRODUCTS (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-113,935. PROMEGA CORPORATION, MADISON, WI. 
FILED 6-4-1996. 


POWERPLEX 


FOR KITS COMPOSED PRIMARILY OF REAGENTS 
FOR DNA TYPING, FOR SCIENTIFIC OR RESEARCH 
USE (US. CLS. 1, 5, 6, 10, 26 AND 46). 


SN 75-114,523. 21ST CENTURY INNOVATIONS, INC., 
BLOOMINGDALE, IL. FILED 5-29-1996. 


TOWERGARD 


FOR INDUSTRIAL WATER TREATMENT CHEMICALS 
FOR USE IN THE CONTROL OF CHEMICAL, SCALE, 
CORROSION AND BIOLOGICAL ORGANISMS (U.S. CLS. 
1, 5, 6, 10, 26 AND 46). 

FIRST USE 3-11-1996; IN COMMERCE 3-11-1996. 


SN 75-116,718. VININGS INDUSTRIES, INC., ATLANTA, 
GA. FILED 6-10-1996. ; 


INDUSIL 


FOR CHEMICALS FOR USE IN THE MANUFACTURE 
OF PAPER (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 
FIRST USE 5-10-1995; IN COMMERCE 5-10-1995. 


SN 75-117,779. SYNDICATE SALES, INC., KOKOMO, IN. 
FILED 6-12-1996. 


BOUQUET HOLD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOUQUET”, APART FROM THE MARK AS 
SHOWN. 

FOR ADHESIVE FOR USE WITH FLOWER STEMS 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). 
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SN 74-557,065. IMPERIAL CHEMICAL INDUSTRIES PLC, 
LONDON SWIP 3JF, ENGLAND, FILED 8-4-1994. 


THE DRAWING IS LINED FOR THE COLORS DARK 
BLUE AND ROYAL BLUE, WHICH COLORS ARE 
CLAIMED AS FEATURES OF APPLICANT’S MARK. 

FOR PERMANENT OR TEMPORARY DECORATIVE 
AND PROTECTIVE SURFACE COATING COMPOSI- 
TIONS, BEING BEING STAINS, NAMELY, WOOD 
STAINS, LEATHER STAINS, PIGMENTS AND TINTERS; 
PAINTS, NAMELY, INTERIOR PAINTS, EXTERIOR 
PAINTS, AND BUILDING PAINTS FOR APPLICATIONS 
TO METALLIC AND NON-METALLIC MATERIALS; 
DYES, NAMELY, DYES FOR USE IN THE MANUFAC- 
TURE OF STAINS AND PAINTS, LACQUERS; COLOR- 
ANTS, NAMELY, COLORANTS FOR USE IN THE MANU- 
FACTURE OF PAINTS; MORDANTS, NAMELY, MOR- 
DANTS FOR USE IN STAINS AND PAINTS; UNDER- 
COATINGS FOR METALLIC AND NON-METALLIC SUR- 
FACES TO BE PAINTED; SURFACERS, NAMELY, SUR- 
FACERS IN THE NATURE OF PROVIDING A SMOOTH 
SURFACE FOR THE APPLICATION OF AN UNDER- 
COATING OR PAINT, PAINT PRIMERS AND PRIMERS 
FOR PREPARATION OF SURFACES FOR PAINT; PRE- 
SERVATIVES AGAINST RUST AND AGAINST DETE- 
RIORATION OF WOOD, MASONRY, BRICKWORK AND 
OTHER MATERIALS; ALL IN THE FORM OF POWDER, 
LIQUID, SEMI-LIQUID AND SPRAY (INCLUDING AERO- 
SOL) PREPARATIONS, AND THINNING COMPOSI- 
TIONS, NAMELY, SOLVENTS, VEHICLES AND LIQUID 
DILUENTS, FOR THE ABOVE LISTED COMPOSITIONS 
(U.S. CLS. 6, 11 AND 16). 


SN 75-101,435. SOUTHWEST SCHOOL AND OFFICE 
SUPPLY, RANCHO CUCAMONGA, CA. FILED 5-9-1996. 


Qudust 


Cempera 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEMPERA”, APART FROM THE MARK AS 
SHOWN. 

FOR LIQUID TEMPERA PAINT FOR ART USE (U.S. 
CLS. 6, 11 AND 16). 

FIRST USE 10-15-1990; INCOMMERCE 10-15-1990. 
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SN 75-106,407. DANIEL, JOSEPH EDWARD, HOUSTON, 
TX. FILED 5-20-1996. 


SPONGE MARKER 


FOR OPAQUE COATING FOR GLASS, PLASTIC, AND 
PAPER SURFACES (U.S. CLS. 6, 11 AND 16). 


SN 75-106,414. O’BRIEN POWDER PRODUCTS, INC., 
HOUSTON, TX. FILED 5-20-1996. 


OWNER OF U.S. REG. NO. 516,355. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “POWDER PRODUCTS INC.”, APART FROM THE 
MARK AS SHOWN. 

FOR POWDER COATING FINISHES FOR INDUSTRIAL 
USE (U.S. CLS. 6, 11 AND 16). 

FIRST USE 7-0-1993; IN COMMERCE 7-0-1993. 


SN 75-106,415. O’BRIEN POWDER PRODUCTS, 
HOUSTON, TX. FILED 5-20-1996. 


INC., 


THE CHOSEN FINISH 


OWNER OF U.S. REG. NO. 1,430,776. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINISH”, APART FROM THE MARK AS SHOWN. 

FOR POWDER COATING FINISHES FOR INDUSTRIAL 
USE (U.S. CLS. 6, 11 AND 16). 

FIRST USE 0-0-1986; IN COMMERCE 0-0-1986. 


SN 75-106,439. LAWTER INTERNATIONAL, 
NORTHBROOK, IL. FILED 5-20-1996. 


INC., 


CINERGI 


FOR PRINTING INK VEHICLE (US. CLS. 6, 11 AND 16). 
FIRST USE 2-28-1996; IN COMMERCE 2-28-1996. 
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SN 75-113,027. WARNER INDUSTRIES, INC., BEDFORD 
HEIGHTS, OH. FILED 6-3-1996. 


PERMA-TECH 


FOR POLYURETHANE PROTECTIVE COATING IN 
SPRAY FORM FOR USE ON TRUCK BEDS (U.S. CLS. 6, 11 
AND 16). 


SN 75-113,449. W. S. MOLNAR COMPANY, BIRMINGHAM, 
MI. FILED 6-3-1996. 


SLIPNOT 


OWNER OF US. REG. NO. 1,352,253. 
FOR NON-SKID COATING FOR DECKS AND WALK- 
WAYS FOR INDUSTRIAL USE ONLY (USS. CLS. 6, 11 
AND 16). 
FIRST USE 8-22-1983; IN COMMERCE 8-22-1983. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


SN 74-577,306. BUTCHER COMPANY, THE, MARLBOR- 
OUGH, MA. FILED 9-23-1994. 


BLUE SKIES 


FOR ALL PURPOSE CLEANER WITH DISINFECTANT 
PROPERTIES (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 12-4-1992; IN COMMERCE 12-4-1992. 


SN 74-690,398. ERMENEGILDO ZEGNA CORPORATION, 
ENGLEWOOD, NJ. FILED 6-19-1995. 


@ 
Ermenegildo Zegna, 


OWNER OF U.S. REG. NOS. 612,666, 1,861,843 AND 
OTHERS. 

THE NAME “ERMENEGILDO ZEGNA” SHOWN IN 
THE MARK DID IDENTIFY A PARTICULAR LIVING IN- 
DIVIDUAL, NOW DECEASED, THE FOUNDER OF A 
PREDECESSOR-IN-INTEREST TO APPLICANT. 

FOR COSMETICS, NAMELY EAU DE TOILETTE, AF- 
TERSHAVE, SHAVING BALM, DEODORANT, SHOWER 
GEL (USS. CLS. 1, 4, 6, 50, 51 AND 52). 
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SN 74-719,703. ATHEA LABORATORIES, INC., MILWAU- 
KEE, WI. FILED 8-24-1995. 


CRYSTAL CARE 


FOR FLOOR CARE PRODUCTS, NAMELY, FLOOR 
FINISHING PREPARATIONS, FLOOR STRIPPING PREP- 
ARATIONS, FLOOR CLEANING PREPARATIONS, 
FLOOR BUFFING COMPOUND, FLOOR FINISH RESTOR- 
ING PREPARATIONS, AND FLOOR MOP TREATMENT 
PREPARATIONS FOR USE IN CLEANING FLOORS (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-000,455. TRISTAR CORPORATION, SAN ANTONIO, 
TX. FILED 10-2-1995. 


DANGER 


FOR PERFUME, COLOGNE, EAU DE TOILETTE, EAU 
DE PARFUM, EAU DE COLOGNE, TALCUM, POWDER, 
BATH AND SHOWER GEL, HAND AND BODY LOTION, 
BODY SOAP AND PERSONAL DEODORANT STICK (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 


SN_ 75-009,524. JAG LICENSING LIMITED LIABILITY 
COMPANY, COLUMBUS, OH. FILED 10-24-1995. 


JAG 


OWNER OF U.S. REG. NOS. 1,164,699, 1,920,972 AND 
OTHERS. 
FOR PERFUME (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-015,724. LANCASTER GROUP AG, D-67059 LUD- 
WIGSHAFEN, FED REP GERMANY, FILED 11-7-1995. 


AT WORK 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. 395.23.461.1, FILED 
6-8-1995, REG. NO. 39523461, DATED 6-8-1995, EXPIRES 
6-30-2005. 

FOR PERFUME, ESSENTIAL OILS FOR PERSONAL 
USE; AND COSMETICS, NAMELY, MASCARA, LIQUID 
EYE LINER, EYE MAKE-UP, EYE LINER PENCIL, EYE 
SHADOW, LIPSTICK, LIP GLOSS, NAIL POLISH, COM- 
PACT POWDER MAKE-UP, COMPACT CREAM MAKE- 
UP, POWDER BLUSHER, AND FACE POWDER (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). 
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SN 75-017,364. SUPERIOR LUBRICANTS CO., INC., 
NORTH TONAWANDA, NY. FILED 11-9-1995. 


FOR LIQUID POLISH FOR FURNITURE, WOOD PAN- 
ELING, PLASTICS, GLASS, METAL, HARDWOOD 
FLOORS, STAINLESS STEEL, CERAMIC, BRASS, 
CHROME, ENAMEL AND VINYL (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 

FIRST USE 6-1-1913; INCOMMERCE 6-1-1913. 


SN 75-021,635. CHASIN, ROBERT, FOREST HILLS, NY. 
FILED 11-17-1995. 


IN YOUR FACE 


FOR FACIAL CREMES; SUNSCREENS; SKIN MOIS- 
TURIZERS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-022,045. UNISM, 
11-20-1995. 


INC., PHOENIX, AZ. FILED 


FOR COSMETICS, NAMELY, HAIR CARE PREPARA- 
TIONS, FACIAL CLEANSERS, SHOWER. GELS, SHAV- 
ING GELS, SKIN LOTIONS, AND SHAVING CREAM LO- 
TIONS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
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SN 75-025,095. LABORATOIRE GARNIER & CIE, 75008 
PARIS, FRANCE, FILED 11-28-1995. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 592087, FILED 10-11-1995, REG. NO. 
95/592087, DATED 10-11-1995, EXPIRES 10-11-2005. 

THE DRAWING IS LINED FOR THE COLOR BLUE 
WITH THE SHADING FROM LIGHT BLUE ON THE TOP 
TO DARK BLUE ON THE BOTTOM. 

FOR PERFUME, TOILET WATER; GELS, SALTS FOR 
THE BATH AND THE SHOWER; TOILET SOAPS; BODY 
DEODORANTS; COSMETICS, NAMELY, CREAMS, 
MILKS, LOTIONS, GELS AND POWDERS FOR THE 
FACE, THE BODY AND THE HANDS; SUN CARE PREP- 
ARATIONS; MAKEUP PREPARATIONS; SHAMPOOS; 
GELS, SPRAYS, MOUSSES AND BALMS FOR THE HAIR 
STYLING AND HAIR CARE; HAIR LACQUERS; HAIR 
COLOURING AND HAIR DECOLORANT PREPARA- 
TIONS; PERMANENT WAVING AND CURLING PREP- 
ARATIONS; ESSENTIAL OILS FOR PERSONAL USE; 
DENTIFRICES (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-027,380. PARKER, LISA, ARLINGTON, VA. AND 
PARKER, VERNON, ARLINGTON, VA. FILED 
12-4-1995. 


CLUE 


FOR SKIN CARE PREPARATIONS, NAMELY SKIN 
CREAMS, MOISTURIZERS, SUN BLOCKS AND SUN 
SCREENS; FACE LOTION, FACE CREAM, BODY 
LOTION; HAIR CARE PRODUCTS, NAMELY SHAM- 
POOS, CONDITIONERS; FACE AND BODY SOAPS; 
TALCUM POWDER, PERFUME, AND TOILET WATER 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
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SN  75-033,195. 
KENT MEI5 9NJ, 
12-15-1995. 


KEMET INTERNATIONAL LIMITED, 
UNITED KINGDOM, FILED 


KEMET 


OWNER OF UNITED KINGDOM REG. NO. 1461504, 
DATED 4-17-1991, EXPIRES 4-17-1998. 

FOR POLISHING AND ABRASIVE PREPARATIONS, 
NAMELY, LAPPING PREPARATIONS, DIAMOND SUS- 
PENSIONS AND SLURRIES FOR POLISHING, ABRASIVE 
AND LAPPING PROPOSED FOR USE ON A WIDE VARI- 
ETY OF METALLIC OR NON-METALLIC INDUSTRIAL 
SURFACES (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 3-0-1993; IN COMMERCE 3-0-1993. 


SN 75-040,416. ADANEA, LTD., SCOTTSDALE, AZ. FILED 
1-2-1996. 


ADANEA 


FOR HAND CREAM, FACIAL CLEANSER, EXFOL- 
LIANT, BODY LOTION, DAY AND NIGHT CREAM, EYE 
MAKEUP REMOVER, AND SKIN REJUVENATING OIL 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 8-26-1995; IN COMMERCE 8-26-1995. 


SN 75-045,551. SHERATON PHOENICIAN CORPORATION, 
SCOTTSDALE, AZ. FILED 1-18-1996. 


THE PHOENICIAN 


OWNER OF U.S. REG. NOS. 1,432,402, 1,546,513 AND 
1,872,987. 

FOR BODY, BATH, FACE AND SUN CARE PRODUCTS, 
NAMELY, SKIN CLEANSING GEL, FACE AND BODY 
LOTION, SKIN CLEANSING MASQUE, SKIN MOISTUR- 
IZING CREME, HAIR SHAMPOO, HAIR CONDITIONER, 
BATH GEL, BODY SCRUB, NON-MEDICATED HERBAL 
BATH SALTS AND BATH GEL, SHAVING CREAM, 
AFTER-SHAVE LOTION, AND SUNTAN LOTION (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 10-0-1994; IN COMMERCE 10-0-1994. 


SN 75-058,601. HART, CYNTHIA, NEW YORK, NY. FILED 
12-11-1995. 


CYNTHIA HART 


FOR ROOM FRAGRANCES IN THE NATURE OF POT- 
POURRI, PERFUME, COLOGNE, SCENTED SOAPS, AND 
SKIN LOTIONS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 3-1-1995; IN COMMERCE 3-1-1995. 


174-558 TMOG-97-21 — QL3 
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SN 75-059,557. BODY BUENO INC., ALBUQUERQUE, NM. 
FILED 2-20-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BODY”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF “BUENO” IS 
“GOOD.” 

FOR MOISTURIZING BODY OIL, BODY MASSAGE 
OIL, PERFUME OIL FOR PERSONAL USE (US. CLS. 1, 4, 
6, 50, 51 AND 52). 

FIRST USE 11-1-1975; IN COMMERCE 11-1-1975. 


SN 75-059,987. POLITECH, INC., MORAGA, CA. FILED 
2-20-1996. 


SASHAY 


FOR NAIL POLISHING KIT COMPRISING NAIL 
POLISH DISPENSING PEN AND REFILL CAPSULES; 
NAIL POLISH DISPENSING PEN AND REFILL CAP- 
SULES SOLD SEPARATELY (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). 


SN 75-063,978. ALBERTO-CULVER COMPANY, MELROSE 
PARK, IL. FILED 2-27-1996. 


VO5 WITH FLEXIMER 5 


OWNER OF USS. REG. 
OTHERS. 

FOR HAIR SHAMPOOS, HAIR CONDITIONERS, HAIR 
MOUSSES, HAIR GEL SPRAYS, HAIR CONDITIONING 
TREATMENT PREPARATIONS, HOT OILS FOR HAIR, 
HAIR SPRAY, HAIR PERMANENT WAVING LOTIONS, 
HAIR NEUTRALIZING PREPARATIONS, HAIR STYLING 
PREPARATIONS, HAIR COLORING PREPARATIONS, 
AND POWDERED HAIR BLEACH (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 


NOS. 653,526, 1,449,193 AND 
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SN 75-066,036. MUELLER, DAN, GLENDALE, CA. FILED 
3-1-1996. 


GLOWVES 


im™ «<A 


BOTTLE 


FOR PROTECTIVE SKIN CREAM (U.S. CLS. 1, 4, 6, 50, 
$1 AND 52). 
FIRST USE 2-10-1996; IN COMMERCE 2-26-1996. 


SN 75-066,163. LIN, GUIQIANG, HAYWARD, CA. AND 
LIN, HUIMING ZHAO, HAYWARD, CA. FILED 
3-1-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLEANER”, APART FROM THE MARK AS 
SHOWN. 

FOR LAUNDRY BLEACH, LAUNDRY DETERGENT, 
FABRIC SOFTENERS, DISINFECTANT SOAPS, SOAPS 
FOR HANDS, FACE AND BODY, GLASS CLEANING 
PREPARATIONS, AND ALL PURPOSE CLEANING 
PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
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SN 75-067,756. TRISTAR CORPORATION, SAN ANTONIO, 
TX. FILED 3-5-1996. 


VENTURA 


FOR PERFUME, EAU DE PARFUM, EAU DE TOI- 
LETTE, COLOGNE, BATH GEL, BATH SOAP, TALCUM 
POWDER, BODY LOTION, BODY OIL, LIPSTICK, NAIL 
POLISH, MASCARA, LIP PENCILS, EYE PENCILS, EYE 
SHADOW, BLUSHER, PERSONAL DEODORANT AND 
BODY SPRAY (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 8-29-1991; IN COMMERCE 8-29-1991. 


SN 75-068,374. NATORI COMPANY INCORPORATED, 
THE, NEW YORK, NY. FILED 3-6-1996. 


JOSIE 


FOR BODY LOTION, PERFUME, SACHETS, BODY 
CREAM, BODY DUSTING POWDER, BATH GEL, 
TOILET SOAP, AND BABY OIL (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 


SN 75-072,038. LINDEN CORPORATION, WILMINGTON, 
DE. FILED 3-13-1996. 


OWNER OF U.S. REG. NOS. 
1,912,094. 

THE DRAWING IS LINED FOR THE COLORS RED, 
YELLOW, PINK, PURPLE, BLUE, AND GREEN. THE 
LETTERS OF THE WORD “RESOLVE” ARE WHITE 
(OUTLINED IN BLACK). 

FOR CLEANING PREPARATIONS FOR CARPETS, 
RUGS AND UPHOLSTERY; CARPET CLEANERS WITH 
DEODORIZERS AND SANITIZERS (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 

FIRST USE 0-0-1989; IN COMMERCE 0-0-1989. 


1,811,781, 1,815,433 AND 
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SN 75-075,561. JON MORGAN, M.D., SKIN LIFE PROD- 
UCTS, INC., COLUMBIA, SC. FILED 3-20-1996. 


C-RESULTS 


FOR NON-MEDICATED TOPICAL SKIN CREAMS (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 2-9-1996; IN COMMERCE 2-9-1996. 


SN 75-076,165. ROEX, INC., IRVINE, CA. FILED 3-21-1996. 


IMMORTALE 


THE ENGLISH TRANSLATION OF THE WORD, “IM- 
MORTALE” IN THE MARK IS “IMMORTAL”. 

FOR MOISTURIZING SKIN CREAM (USS. CLS. 1, 4, 6, 
50, 51 AND 52). 


SN 75-076,726. EVERGLADES ESTATES LIMITED, IPAN- 
EMA 22.421 RIO DE JANIERO - RJ, BRAZIL, FILED 
3-21-1996. 


VERITAS 


THE MARK DOES NOT IDENTIFY A LIVING INDI- 
VIDUAL. 

THE ENGLISH TRANSLATION OF THE MARK IS 
“TRUTH”. 

FOR COSMETICS, NAMELY, FACIAL CREAMS, FACE 
AND BODY LOTIONS, SKIN LIGHTENING LOTIONS, 
HAIR SHAMPOOS, BODY SOAPS, FACIAL CLEANSERS, 
AND SKIN CLEANSING SOLUTIONS (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 

FIRST USE 3-31-1994; IN COMMERCE 3-31-1994. 


SN 75-076,846. RECKITT & COLMAN SUBSIDIARY COR- 
PORATION, WILMINGTON, DE. FILED 3-22-1996. 


EASY-OFF 


OWNER OF U.S. REG. 
OTHERS. 

FOR CLEANING PREPARATIONS, NAMELY, LIME 
REMOVER, LIQUID DISH DETERGENT AND DE- 
GREASING PREPARATIONS FOR USE ON KITCHEN 
AND BATHROOM SURFACES AND ALL-PURPOSE 
CLEANERS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


NOS. 697,201, 1,513,300 AND 
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SN 75-077,134. ERMENEGILDO ZEGNA CORPORATION, 
ENGLEWOOD, NJ. FILED 3-22-1996. 


ZEGNA 


OWNER OF U.S. REG. NOS. 1,999,495 AND 1,999,496. 

THE NAME IN THE MARK DOES NOT IDENTIFY A 
LIVING INDIVIDUAL. THE IDENTIFIED INDIVIDUAL 
IS DECEASED. 

FOR EAU DE TOILETTE, AFTER SHAVE LOTION, 
AFTER SHAVE BALM, PERSONAL DEODORANT (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 3-0-1994; IN COMMERCE 3-0-1994. 


SN 75-085,983. CAROLINA CREATIVE PRODUCTS, INC., 
MOUNT PLEASANT, SC. FILED 4-8-1996. 


ARTISTIC SCENTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SCENTS”, APART FROM THE MARK AS SHOWN. 

FOR POTPOURRI, INCENSE AND SCENTED DRIED 
PLANTS USED AS A ROOM FRAGRANCE (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). 


SN 75-086,037. IVAX INDUSTRIES, INC., HORSHAM, PA. 
FILED 4-10-1996. 


SPEED GLOS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GLOSS”, APART FROM THE MARK AS SHOWN. 

FOR FLOOR AND FURNITURE POLISHES (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). 


SN 75-086,147. DAME INTERNATIONAL, INC., JACKSON 
HEIGHTS, NY. FILED 4-10-1996. 


NO VEJEZ 


OWNER OF U.S. REG. NO. 1,578,569. 

THE ENGLISH TRANSLATION OF “NO VEJEZ” IS 
“NO OLD AGE” OR “DON’T GROW OLD”. 

FOR SKIN CREAM (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 3-0-1995; IN COMMERCE 3-0-1995. 
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SN 75-089,648. TOP STOCK, INC., RANDOLPH, NJ. FILED 
4-17-1996. 


THE MARK CONSISTS IN PART OF A STYLIZED REP- 
RESENTATION OF HAIR. 

FOR NON-MEDICATED HAIR AND SCALP CARE 
PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 6-1-1994; IN COMMERCE 6-1-1994. 


SN  75-092,468. GECKO TRADING COMPANY, 


MAKAWAO, HI. FILED 4-22-1996. 


GECKO 


OWNER OF U.S. REG. NOS. 1,510,173, 1,512,691 AND 
OTHERS. 

FOR SKIN CLEANSING SOAPS AND GELS, BUBBLE 
BATH, COSMETICS, NAMELY, BCDY LOTIONS, SKIN 
MOISTURIZERS, AFTER-SUN LOTIONS, HAIR PROD- 
UCTS, NAMELY, HAIR LOTIONS, HAIR SHAMPOOS, 
HAIR CONDITIONERS, AND ESSENTIAL OILS FOR 
PERSONAL USE (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 3-20-1996; IN COMMERCE 3-20-1996. 


SN 75-093,145. GARDNER 
JOLIET, IL. FILED 4-23-1996. 


INTERNATIONAL, _INC., 


VEGAS GIRL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GIRL”, APART FROM THE MARK AS SHOWN. 

FOR COLOGNE, PERFUME, AND AFTER SHAVE LO- 
TIONS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-093,750. COSMEDIC CONCEPTS, INC., DBA PHI- 
LOSOPHY VOLUME 1, TEMPE, AZ. FILED 4-25-1996. 


back off 


FOR PERSONAL DEODORANT (US. CLS. 1, 4, 6, 50, 51 
AND 52). 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 3—(Continued). 


SN 75-094,213. AMERICAN CONSOLIDATED MANUFAC- 
TURING CO., INC., WEST CONSHOHOCKEN, PA. 
FILED 4-25-1996. 


PVT 


FOR ACRYLIC POWDERS, BONDING LIQUIDS, NAIL 
PRIMERS, LIQUID NAIL SANITIZERS AND BRUSH — 
CLEANERS, NAIL POLISH REMOVERS, ARTIFICIAL 
NAIL FORMS AND TIPS, NAIL GLUE AND WIPES 
SATURATED WITH POLISH REMOVER; KITS CON- 
TAINING PREDOMINANTLY THE ABOVE ITEMS AND 
ONE OR MORE OF THE FOLLOWING - NAIL FILES, 
NAIL BRUSHES, CUTICLE PUSHERS, EYEDROPPERS, 
AND HOLDERS FOR NAIL LIQUIDS (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 


SN 75-095,319. DEJOSEPH, ANGELA, CULVER CITY, CA. 
FILED 4-29-1996. 


AFRICAN WONDERS 


FOR SKIN CARE PRODUCTS, NAMELY, SKIN MOIS- 
TURIZING LOTIONS AND OILS, FACE AND BODY 
SOAPS, AND EXFOLIANTS; HAIR CARE PREPARA- 
TIONS, NAMELY, SHAMPOO CONDITIONER, HAIR 
MOISTURIZERS, AND HAIR STYLING PREPARATIONS; 
COSMETICS, NAMELY, SKIN CARE PREPARATIONS 
FOR THE FACE, AND MAKE-UP; AND FRAGRANCES, 
NAMELY, SCENTED LOTIONS, SCENTED OILS FOR 
PERSONAL USE AND PERFUME (US. CLS. 1, 4, 6, 50, 51 
AND 52). 


SN 75-096,039. BARE MANUFACTURING, INC., SCOTTS- 
DALE, AZ. FILED 4-29-1996. 


BAREBODY 


FOR PERSONAL CARE PRODUCTS, NAMELY BODY 
LOTION (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
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SN 75-096,332. FERMODYL PROFESSIONALS INC., NEW 
YORK, NY. FILED 4-29-1996. 


ERMODYL 


INTERACT ELVES _ 


EL] IR 


OWNER OF U.S. REG. NOS. 843,802, 
OTHERS. 

FOR HAIR CARE PREPARATION, NAMELY, TREAT- 
MENT AND STYLING CREME (USS. CLS. 1, 4, 6, 50, 51 
AND 52). 


1,612,563 AND 


SN 75-096,427. GILMAR S.P.A., RIMINI, ITALY, FILED 
4-30-1996. 


AISBERG 


OWNER OF ITALY REG. NO. 509323, DATED 5-30-1989, 
EXPIRES 9-21-2007. 

OWNER OF U.S. REG. NO. 1,595,934. 

FOR PERFUMERY, NAMELY, PERFUME, COLOGNE, 
SKIN LOTION, TOILET SOAPS, BATH OILS, BUBBLE 
BATH, FACIAL SCRUBS, BATH GEL, INCENSE, 
MAKEUP, LIPSTICK, LIP GLOSS, MASCARA, NIGHT 
CREAM, FACIAL POWDER, AND SKIN AND FACIAL 
CREAMS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-096,825. JEAN ALEXANDER COSMETICS, INC., 
MCKEES ROCKS, PA. FILED 4-30-1996. 


LIFT 


FOR HAIR CARE PREPARATIONS, NAMELY SHAM- 
POO, CONDITIONER, STYLING LOTION, PERMANENT 
WAVE, HAIR DRESSING (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 6-7-1994; IN COMMERCE 6-7-1994. 
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SN 75-097,561. D’ESSENCE DESIGNER FRAGRANCES, 
L.L.C., SANTA ANA, CA. FILED 5-2-1996. 


INCOMPARABLE 


FOR PERFUME AND COLOGNE, BODY AND HAND 
LOTION, BATH GEL, BODY POWDER, SKIN CLEANSER, 
SOAPS, IMITATION FINGERNAILS AND NAIL POLISH, 
FACIAL CREAM, AND COSMETICS, NAMELY, MAS- 
CARA, EYE SHADOW AND LINER, AND LIPSTICK (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 4-29-1996; IN COMMERCE 4-29-1996. 


SN _ 75-097,572. D’ESSENCE DESIGNER FRAGRANCES, 
L.L.C., SANTA ANA, CA. FILED 5-2-1996. 


LIMITLESS 


FOR PERFUME AND COLOGNE (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 
FIRST USE 4-29-1996; IN COMMERCE 4-29-1996. 


SN 75-098,181. FINANCIERE ELYSEES BALZAC, F-75008, 
PARIS, FRANCE, FILED 5-3-1996. 


SPONTEX 


OWNER OF U.S. REG. NO. 1,625,514. 

FOR BLEACHING PREPARATIONS FOR LAUNDRY 
USE, PREPARATIONS FOR CLEANING, POLISHING, DE- 
GREASING AND SCOURING, NAMELY, ABRASIVES 
FOR GENERAL HOUSEHOLD USE (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 


SN 75-099,500. BIOFEMME, INC., RIFLE, CO. FILED 
5-6-1996. 


BIOFEMME 


FOR SKIN AND HAIR CARE PRODUCTS, NAMELY, 
FACIAL AND SKIN CLEANSER, FACIAL AND SKIN 
TONERS, FACIAL AND SKIN CREAM, FACIAL AND 
SKIN LOTION, FACIAL AND SKIN LIGHTENER, 
FACIAL AND SKIN SOAP, HAND LOTION AND CREAM, 
FOOT LOTION AND CREAM, NAIL LOTION AND 
CREAM, SUN SCREEN PREPARATIONS, AFTER SUN 
LOTIONS, SUN CREAMS, HAIR SHAMPOO, HAIR CON- 
DITIONER, HAIR GEL, HAIR SPRAY, HAIR STYLING 
LOTION (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 12-0-1992; IN COMMERCE 12-0-1992. 
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SN 75-099,781. BOYER INDUSTRIES CORPORATION, 
KANSAS CITY, KS. FILED 4-30-1996. 


PAVER KARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PAVER”, APART FROM THE MARK AS SHOWN. 

FOR CLEANING PREPARATIONS FOR CLEANING 
AND/OR PROTECTING MASONRY, NATURAL STONE, 
TILE, CONCRETE, METAL, GLASS, WOOD, AND 
OTHER SIMILAR POROUS AND NON-POROUS BUILD- 
ING MATERIALS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 8-23-1994; IN COMMERCE 8-23-1994. 


SN 75-099,858. NEUTROGENA CORPORATION, LOS AN- 
GELES, CA. FILED 5-7-1996. 


NEUTROGENA GLOW 


OWNER OF U.S. REG. NOS. 590,385, 761,074 AND 
OTHERS. 

FOR SUNLESS TANNING CREAMS; EXFOLIATING 
CREAMS, LOTIONS, AND GELS; AND BODY AND 
FACIAL BRONZING POWDERS (US. CLS. 1, 4, 6, 50, 51 


AND 52). 


SN 75-100,531. BEAUTY SELECTIVES, INC., NEW YORK, 
NY. FILED 5-8-1996. 


CUE-PLEX 


FOR NAIL CARE PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 


SN 75-103,062. SCHOTT, PAUL, PERTH AMBOY, NJ. 
FILED 5-13-1996. 


WHITE MAGIC 


FOR ABRASIVE CALCIUM CARBONATE FOR CLEAN- 
ING STEEL AND CEMENT SURFACES BY SANDBLAST- 
ING (US. CLS. 1, 4, 6, 50, 51 AND 52). 


SN _ 75-103,728. COAST DISTRIBUTION SYSTEM, THE, 
SAN JOSE, CA. FILED 5-14-1996. 


GREAT WHITE 


FOR MARINE CLEANING PREPARATIONS, NAMELY, 
WASH AND WAX, BUG AND TAR REMOVERS, AND 
STREAK REMOVERS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
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SN 75-104,721. A-VEDA CORPORATION, DBA AVEDA 
CORPORATION, MINNEAPOLIS, MN. FILED 5-15-1996. 


SHADES OF 
ENLIGHTENMENT 


FOR HAIR COLORING PREPARATIONS (U.S. CLS. 1, 4, 
6, 50, 51 AND 52). 


SN 75-104,744. A-VEDA CORPORATION, DBA AVEDA 
CORPORATION, MINNEAPOLIS, MN. FILED 5-15-1996. 


STAGES OF 
ENLIGHTENMENT 


FOR HAIR BLEACHING PREPARATIONS (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). 


SN 75-105,169. L’OREAL, 75008 PARIS, FRANCE, FILED 
5-16-1996. 


THE COLOR THAT LETS 
YOU SHINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLOR”, APART FROM THE MARK AS SHOWN. 

FOR HAIRCOLOR PREPARATIONS (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 


SN 75-105,361. SKIN RESEARCH LABS, INC., DALLAS, 
TX. FILED 5-13-1996. 


SMART SHIELD 


FOR SUNSCREEN, SUNTAN OIL, AFTER-SUN 
LOTION, SKIN MOISTURIZER, SUN TANNING PREP- 
ARATIONS, HAIR SHAMPOOS, BATH SOAP AND GEL, 
SHOWER SOAP AND GEL, BATH OIL AND SALTS, AND 
BODY GEL (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 1-9-1996; IN COMMERCE 1-23-1996. 


SN 75-105,897. SKIN RESEARCH LABS, INC., DALLAS, 
TX. FILED 5-17-1996. 


SHIP SHAPE 


FOR SUNSCREEN, SUNTAN OIL, AFTER-SUN 
LOTION, SKIN MOISTURIZER, SUN TANNING PREP- 
ARATIONS, HAIR SHAMPOOS, BATH SOAP AND GEL, 
SHOWER SOAP AND GEL, BATH OIL AND SALTS, AND 
BODY GEL (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 5-8-1996; IN COMMERCE 5-8-1996. 
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SN 75-105,898. SKIN RESEARCH LABS, INC., DALLAS, 
TX. FILED 5-17-1996. 


ARTSHie, | 


3 


fom 


THE DRAWING OF THE MARK SUBMITTED HERE- 
WITH IS LINED FOR THE COLORS BLUE, GREEN, 
PURPLE, RED, YELLOW, AND ORANGE. 

FOR SUNSCREEN, SUNTAN OIL, AFTER-SUN 
LOTION, SKIN MOISTURIZER, SUN TANNING PREP- 
ARATIONS, HAIR SHAMPOOS, BATH SOAP AND GEL, 
SHOWER SOAP AND GEL, BATH OIL AND SALTS, AND 
BODY GEL (US. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 1-9-1996; IN COMMERCE 1-23-1996. 


SN 75-106,787. LOEST, GARY E., SANTA BARBARA, CA. 
FILED 5-20-1996. 


THE MARK CONSISTS IN PART OF THE STYLIZED 
LETTER “P”. 

FOR NON-MEDICATED SKIN CARE PREPARATIONS, 
NAMELY, CREAMS, LOTIONS, GELS, OILS, MOISTURIZ- 
ERS, TONERS, MASKS, SCRUBS, CLEANSERS, SUN 
SCREENS, SUNLESS TANNING LOTIONS, LIGHTENING 
AND FADING CREAMS, FACE AND BODY SOAPS, EYE 
BALM AND FIRMING GEL AND NAIL STRENGTHEN- 
ING LIQUID (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 1-19-1996; IN COMMERCE 1-19-1996. 
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SN 75-106,874. SKIN RESEARCH LABS, INC., DALLAS, 
TX. FILED 5-20-1996. 


eqn Mia, 


We 


TI 


THE DRAWING OF THE MARK SUBMITTED HERE- 
WITH IS LINED FOR THE COLORS PURPLE, RED AND 
YELLOw. 

FOR SUNSCREEN, SUNTAN OIL, AFTER-SUN 
LOTION, SKIN MOISTURIZER, SUN TANNING PREP- 
ARATIONS, HAIR SHAMPOOS, BATH SOAP AND GEL, 
SHOWER SOAP AND GEL, BATH OIL AND SALTS, AND 
BODY GEL (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 1-9-1996; IN COMMERCE 1-23-1996. 


SN 75-106,932. HESS & CLARK, INC., ASHLAND, OH. 
FILED 5-20-1996. 


PARVOSOL 


FOR GERMICIDAL DEODORIZING DETERGENT (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 8-16-1990; IN COMMERCE 8-16-1990. 


SN 75-107,184. SERVICE MERCHANDISE COMPANY, 
INC., BRENTWOOD, TN. FILED 5-20-1996. 


NATURE’S LEGACY 


OWNER OF U.S. REG. NO. 1,842,990. 

FOR PERSONAL TOILETRY ITEMS, NAMELY, BODY 
LOTIONS, BUBBLE BATH, SHOWER GELS, BATH SOAP 
BAR, LOOFAH SCRUB LOTION, BATH BEAD CRYS- 
TALS, ROOM SCENT SPRAY MIST AND ROOM FRESH- 
ENER CRYSTALS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 5-1-1996; IN COMMERCE 5-1-1996. 


SN 75-108,623. PROCTER & GAMBLE COMPANY, THE, 
CINCINNATI, OH. FILED 5-23-1996. 


THE COLOR EXPERT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLOR”, APART FROM THE MARK AS SHOWN. 

FOR LAUNDRY DETERGENT (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 
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SN 75-108,753. XKLEN CORPORATION, HOUSTON, TX. 
FILED 5-23-1996. 


AQUASOLVE 


FOR WATER-BASED DEGREASER USED FOR CLEAN- 
ING SMALL AUTO PARTS (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). 


SN 75-108,828. CHEMPHAR, INC., AIKEN, SC. FILED 
4-18-1996. 


WONDER GROOM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GROOM”, APART FROM THE MARK AS SHOWN. 

FOR VETERINARY AND PET GROOMING AIDS, 
NAMELY, NON-MEDICATED CLEANING AND CONDI- 
TIONING SHAMPOOS AND CONDITIONERS FOR 
HORSES AND OTHER DOMESTIC ANIMALS (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). 


SN 75-108,976. MOON STONE, INC., BETHEL, CT. FILED 
5-23-1996. 


MOON STONE 


FOR SUNSCREEN, SKIN CREAM, NON-MEDICATED 
LIP BALM, HAIR SPRAY AND SKIN COOLING AND 
MOISTURIZING SPRAY (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-110,887. NUMARK LABORATORIES, INC., EDISON, 
NJ. FILED 5-28-1996. 


LANOLOR 


FOR SKIN CREAM CONTAINING LANOLIN OIL (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 4-15-1936; IN COMMERCE 4-15-1936. 


SN 75-111,418. RKEM, INC.,. DBA MIRACLE COATINGS, 
NEWPORT BEACH, CA. FILED 5-29-1996. 


HOLIDAY SPLENDOR 


FOR PREPARATION FOR CLEANING ARTIFICIAL 
CHRISTMAS TREES (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-111,940. A-VEDA CORPORATION, DBA AVEDA 
CORPORATION, MINNEAPOLIS, MN. FILED 5-30-1996. 


ENLIGHTENMENT 


FOR HAIR COLOR (US. CLS. 1, 4, 6, 50, 51 AND 52). 
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SN 75-111,941. A-VEDA CORPORATION, DBA AVEDA 
CORPORATION, MINNEAPOLIS, MN. FILED 5-30-1996. 


ENLIGHTENER 


FOR HAIR BLEACH (USS. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-112,071. 
5-31-1996. 


RUSK, INC., STAMFORD, CT. FILED 


RUSK I.D. 


OWNER OF U.S. REG. NOS. 1,451,642, 1,459,630 AND 
1,459,853. 

FOR HAIR CARE PRODUCTS, NAMELY, SHAMPOOS, 
CONDITIONERS, STYLING LOTIONS, PERMANENTS, 
AND COLORING PRODUCTS (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 


SN 75-112,611. TRISTAR CORPORATION, SAN ANTONIO, 
TX. FILED 5-31-1996. 


OK FREE 


FOR PERFUME, EAU DE PARFUM, EAU DE TOI- 
LETTE, COLOGNE, BATH GEL, BATH SOAP, TALCUM 
POWDER, BODY LOTION, BODY OIL, PERSONAL DEO- 
DORANT AND BODY SPRAY (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). 


SN 75-112,619. TRISTAR CORPORATION, SAN ANTONIO, 
TX. FILED 5-31-1996. 


FREE TO BE 


FOR PERFUME, EAU DE PARFUM, EAU DE TOI- 
LETTE, COLOGNE, BATH GEL, BATH SOAP, TALCUM 
POWDER, BODY LOTION, BODY OIL, PERSONAL DEO- 
DORANT AND BODY SPRAY (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). 


SN 75-112,687. LA DOVE, INC., HIALEAH, FL. FILED 
6-3-1996. 


PHYTOPHUSION 


FOR HAIR CARE PRODUCTS AND BODY LOTIONS, 
NAMELY, HAIR SHAMPOOS, CONDITIONERS, SPRAYS, 
SPRITZERS, DETANGLERS, CLARIFIERS, GELS, PO- 
MADES AND GLAZES; AND BODY LOTIONS, CREAMS 
AND WASHES (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
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SN 75-113,567. SPORTS COSMETICS COMPANY LTD., 
THE, NEW YORK, NY. FILED 6-4-1996. 


GOLFSPRAY 


FOR SKIN CARE PRODUCTS, NAMELY, SKIN SUN 
SCREEN AND SUN BLOCK PREPARATIONS; COMBINA- 
TION SUN SCREEN AND INSECT REPELLENT, COMBI- 
NATION SUN BLOCK AND INSECT REPELLENT, SKIN 
MOISTURIZERS, COLOGNES, PERFUMES, PERSONAL 
DEODORANTS, ANTI-PERSPIRANTS AND AFTER- 
SHAVE LOTIONS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 


SN 75-113,569. SPORTS COSMETICS COMPANY LTD., 
THE, NEW YORK, NY. FILED 6-4-1996. 


RUNSTIK 


FOR SUN CARE PRODUCTS, NAMELY, SKIN SUN 
SCREEN AND SUN BLOCK PREPARATIONS (U.S. CLS. 1, 
4, 6, 50, 51 AND 52). 


SN 75-131,505. PETITH, JACK, NEW YORK, NY. AND. 
PRICE, ERIKA N., NEW YORK, NY. FILED 7-8-1996. 


BOEVNITE 


FOR MINERAL SUBSTANCE IN THE NATURE OF A 
TRANSLUCENT GYPSUM CRYSTAL SOLD AS A COM- 
PONENT PART OF SKIN LOTIONS, CREAMS, GELS, 
AND SALVES (USS. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 11-15-1987; IN COMMERCE 1-19-1988. 


CLASS 4—LUBRICANTS AND FUELS 


SN 74-734,982. VALENITE INC., MADISON HEIGHTS, MI. 
FILED 9-27-1995. 


VNT 


FOR WATER SOLUBLE CUTTING FLUIDS FOR USE 
IN INDUSTRIAL METAL WORKING (U.S. CLS. 1, 6 AND 
15). 

FIRST USE 4-6-1995; IN COMMERCE 4-6-1995. 


SN 75-008,822. CAPITAL FLUIDS, INC., FAIRFIELD, AL. 
FILED 10-16-1995. 


ALKY MAXX 


FOR AUTOMOTIVE LUBRICANTS, NON-CHEMICAL 
GASOLINE ADDITIVES (U.S. CLS. 1, 6 AND 15). 
FIRST USE 4-3-1995; IN COMMERCE 4-3-1995. 
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SN 75-036,289. WEBER-STEPHEN PRODUCTS CO., PALA- 
TINE, IL. FILED 12-15-1995. 


THE LEGEND LIVES ON 


FOR HARDWOOD CHARCOAL BRIQUETTES; WOOD 
CHIPS FOR USE AS FUEL, NAMELY, MESQUITE AND 
HICKORY CHIPS AND CHUNKS (U.S. CLS. 1, 6 AND 15). 


SN 75-109,320. ROYAL PURPLE, INC., HUMBLE, TX. 
FILED 5-24-1996. 


SYN-MIST 


FOR ALL-PURPOSE LUBRICANTS (U.S. CLS. 1, 6 AND 
15). 
FIRST USE 5-0-1988; IN COMMERCE 5-0-1988. 


SN 75-120,153. ROYAL PURPLE, INC., HUMBLE, TX. 
FILED 6-17-1996. 


FOR NATURAL GAS ENGINE LUBRICANTS AND 
GASOLINE ENGINE LUBRICANTS (U.S. CLS. 1, 6 AND 
15). 

FIRST USE 8-0-1994; IN COMMERCE 8-0-1994. 
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SN 74-423,268. LEBANON CHEMICAL CORPORATION, 
LEBANON, PA. FILED 8-9-1993. 


it 
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THE DRAWING IS LINED FOR A BRIGHT YELLOW 
COLOR AND A BRIGHT RED COLOR AND CLAIM IS 
MADE FOR SUCH COLORS. 

THE MARK CONSISTS OF THE COLOR YELLOW 
WHICH COVERS THE SURFACE OF THE CONTAINERS 
FOR THE GOODS AND THE RED CAP ON THE CON- 
TAINER. THE CONTAINER SHOWN IN THE DRAWING 
IS ILLUSTRATIVE ONLY AND DOES NOT FORM PART 
OF THE MARK. 

SEC. 2(F). 

FOR HERBICIDES FOR DOMESTIC USE WHICH PRE- 
VENT WEED GROWTH (U.S. CL. 6). 

FIRST USE 6-0-1987; IN COMMERCE 12-0-1987. 


SN 74-723,496. HOECHST SCHERING AGREVO GMBH, 
D-13509 BERLIN, FED REP GERMANY, FILED 
8-30-1995. 


FOR COTTON INSECTICIDES (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 
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SN 74-728,570. LOPEZ ANAYA HERMANOS, S.A., DELE- 
GACION BENITO JUAREZ 02810, MEXICO, FILED 
9-13-1995. 


yumel 


OWNER OF U.S. REG. NO. 1,556,473. 

FOR DROPS, CAPSULES, TABLETS, SYRUPS AND 
SUPPOSITORIES FOR REDUCING THE CHOLESTEROL 
IN THE BLOOD, FOR DRAINING THE GALL BLADDER 
AND KIDNEYS AND FOR DISSOLVING GALLSTONES 
IN THE GALL BLADDER AND KIDNEYS; AND HOMEO- 
PATHIC MEDICINES BASED ON THE DRIED BARK OF 
THE TREE SCIENTIFICALLY KNOWN AS GUATTERIA 
GAUMERI, FOR USE IN REDUCING THE CHOLESTER- 
OL IN THE BLOOD, FOR DRAINING THE GALL BLAD- 
DER AND KIDNEYS AND DISSOLVING GALLSTONES 
IN THE GALL BLADDER AND KIDNEYS (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 
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SN 74-731,928. CENTRO DE INVESTIGACION ANDRES 
GARCIA, INC., TORTOLA, BR.VIRGIN ISLANDS, 
FILED 9-18-1995. 


IDENTIFIES A 
IS OF 


NAME “ANDRES GARCIA” 
INDIVIDUAL WHOSE CONSENT 


THE 
LIVING 
RECORD. 

THE ENGLISH TRANSLATION OF THE WORDS IN 
THE MARK IS “INVESTIGATION CENTER OF ANDRES 
GARCIA”. 

FOR NATURAL PRODUCTS IN CAPSULES OR OTHER- 
WISE PACKAGED THAT MAY HAVE MEDICAL 
VALUE, NAMELY, DIETARY SUPPLEMENTS (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 


SN 74-735,611. AMERICAN CYANAMID COMPANY, 
MADISON, NJ. FILED 9-28-1995. 


A NATURAL INSPIRATION 
IN NUTRITIONAL SUPPORT 


FOR VITAMIN/MINERAL SUPPLEMENT (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). 


SN 75-006,578. ACACIA LABORATORIES, INC., DBA HO- 
RIZON MEDICAL, INC., SANTA ANA, CA. FILED 
10-16-1995. 


STERILUB 


FOR TOPICAL LUBRICATING GELS FOR SURGICAL 
OR UROLOGICAL USE (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
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SN 75-021,414. AQUARIUM PHARMACEUTICALS, INC., 
CHALFONT, PA. FILED 11-17-1995. 


ALGAE BLOCKER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ALGAE”, APART FROM THE MARK AS SHOWN. 

FOR ALGAE INHIBITORS FOR AGRICULTURAL 
AND/OR DOMESTIC USES IN PONDS, NAMELY, OR- 
GANIC DYES (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-030,222. RAUST, GEORGE T., JR., SAN FRANCIS- 
CO, CA. FILED 12-11-1995. 


STERI FRESH 


FOR MEDICATED MOUTHWASH (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 
FIRST USE 11-21-1995; IN COMMERCE 11-21-1995. 


SN 75-031,543. BEVTECH CORP., LAKEWOOD, NJ. FILED 
12-12-1995. 


SOLPROGEL 


FOR SOLUBLE GEL-FORMING POWDER FOR USE 
WITH CHEMOTHERAPEUTIC AGENTS FOR USE IN 
WOUND THERAPY (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 9-0-1949; IN COMMERCE 12-28-1951. 


SN 75-034,688. YAMANOUCHI PHARMACEUTICAL CO., 
LTD., TOYKO, JAPAN, FILED 12-19-1995. 


WOWTAB 


FOR PHARMACEUTICAL PREPARATIONS THAT DIS- 
SOLVE IN THE MOUTH FOR THE TREATMENT OF DIS- 
EASE OR HEALTH RELATED CONDITIONS INVOLV- 
ING BLOOD AND BLOOD-FORMING ORGANS, THE 
CARDIAC CIRCULATORY SYSTEM, THE PERIPHERAL 
VASCULAR CIRCULATORY SYSTEM, THE ENDOCRINE 
SYSTEM, THE GENITOURINARY SYSTEM, THE 
IMMUNE SYSTEM, INFECTIOUS AND PARASITIC CON- 
DITIONS, THE LOWER DIGESTIVE SYSTEM, MENTAL 
DISORDERS, METABOLIC DISORDERS, MULTI-SYSTEM 
AND ILL-DEFINED CONDITIONS, MUSCLOSKELETAL 
SYSTEMS AND CONNECTIVE TISSUE, NEOPLASMS, 
THE NERVOUS SYSTEM, NUTRITIONAL DISORDERS, 
PREGNANCY, THE RESPIRATORY SYSTEM, SENSORY 
ORGAN CONDITIONS, SKIN AND SUBCUTANEOUS 
CONDITIONS, AND THE UPPER DIGESTIVE SYSTEM 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
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SN 75-039,304. MERETEKDIAGNOSTICS, INC., NASH- 
VILLE, TN. FILED 12-26-1995. 


PRANACTIN 


FOR 13 C UREA FOR MEDICAL USE IN THE DIAGNO- 
SIS OF GASTROINTESTINAL DISORDERS (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). 


SN 75-040,581. INCLINE TECHNOLOGIES, INC., INCLINE 
VILLAGE, NV. FILED 1-5-1996. 


BAG BATH 


FOR MEDICATED PRE-MOISTENED WIPES MADE OF 
NON-WOVEN FABRIC TREATED WITH CLEANSING 
AND ANTI-MICROBIAL SOLUTION (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 

FIRST USE 2-16-1995; IN COMMERCE 2-16-1995. 


SN 75-043,302. AFINITI MARKETING L.L.C., SPARKS, 
NV. FILED 1-16-1996. 


THERMO-COMPLEX 


FOR NUTRITIONAL FOOD SUPPLEMENTS (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 


SN 75-044,411. DIAL CORP, THE, PHOENIX, AZ. FILED 
1-16-1996. 


THE FRESHER REFRESHER 


FOR AIR FRESHENER (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). 


SN 75-056,988. SABINSA CORPORATION, PISCATAWAY, 
NJ. FILED 2-12-1996. 


BIOPROTECTANT 


FOR HERBAL SUPPLEMENTS; MINERAL SUPPLE- 
MENTS; AND FOOD SUPPLEMENTS (USS. CLS. 6, 18, 44, 
46, 51 AND 52). 
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SN 75-063,744. HANSI INTERNATIONAL, LTD., SARA- 
SOTA, FL. FILED 2-26-1996. 


HANSI 


FOR PHARMACEUTICAL PREPARATIONS FOR THE 
TREATMENT OF DEFICIENCIES OF THE HUMAN AND 
ANIMAL IMMUNE SYSTEMS (US. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 0-0-1985; IN COMMERCE 6-20-1993. 


SN 75-068,275. PRO FORMULA LABORATORIES, INC., 
FORT LAUDERDALE, FL. FILED 3-6-1996. 


WINNERS DAILY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DAILY”, APART FROM THE MARK AS SHOWN. 

FOR FEED SUPPLEMENT FOR HORSES (US. CLS. 6, 
18, 44, 46, 51 AND 52). 

FIRST USE 11-0-1995; IN COMMERCE 11-0-1995. 


SN 75-071,381. E. DAVIS, INC., PISCATAWAY, NJ. FILED 
1-19-1996. 


WILD FOREST CONE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CONE”, APART FROM THE MARK AS SHOWN. 
FOR AIR FRESHENERS AND AUTO AIR FRESHEN- 
ERS, NAMELY ABSORBENT BODIES OR PADS IMPREG- 
NATED WITH PERFUMED AIR DEODORANT AND AIR 
FRESHENER SPRAYS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
FIRST USE 9-11-1995; IN COMMERCE 9-11-1995. 


SN 75-071,782. THOMPSON MEDICAL COMPANY, INC., 
WEST PALM BEACH, FL. FILED 3-13-1996. 


PHENPRO 


FOR PHARMACEUTICAL PREPARATIONS, NAMELY, 
APPETITE SUPPRESSANTS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN_ 75-071,827. 
3-13-1996. 


MOHR, BARRY, ATHENS, WI. FILED 


PUREMEDIES 


FOR HERBAL SUPPLEMENTS, NAMELY, GINSENG 
CAPSULES AND CAPLETS (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). 





JANUARY 7, 1997 


CLASS 5—(Continued). 


SN 75-072,243. HOSPOSABLE PRODUCTS, INC., SUMMER- 
VILLE, NJ. FILED 3-13-1996. 


NIGHT PRESERVER 


FOR DISPOSABLE INCONTINENT UNDERGAR- 
MENTS, ADULT DIAPERS, AND BRIEFS; DISPOSABLE 
ABSORBENT INCONTINENT LINERS FOR UNDERGAR- 
MENTS; DISPOSABLE ABSORBENT LAMINATED CEL- 
LULOSE INCONTINENT UNDERPADS (USS. CLS. 6, 18, 
44, 46, 51 AND 52). 

FIRST USE 8-1-1991; IN COMMERCE 8-1-1991. 


SN 75-075,977. ROEX, INC., IRVINE, CA. FILED 3-21-1996. 


IMMORTALE TWINS 


THE ENGLISH TRANSLATION OF THE WORD, “IM- 
MORTALE” IN THE MARK IS “IMMORTAL”. 

FOR NUTRITIONAL SUPPLEMENTS (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 


SN 75-076,542. POLYMEDICA 
GOLDEN, CO. FILED 3-21-1996. 


INDUSTRIES, _INC., 


LASERSITE 


FOR WOUND DRESSINGS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN 75-081,531. PURE PLANET PRODUCTS, INC., WEST 
SEDONA, AZ. FILED 4-1-1996. 


PURE PLANET 


FOR NUTRITIONAL DIETARY FOOD SUPPLEMENTS, 
DIET FORMULAS IN THE NATURE OF NUTRITIONAL 
SUPPLEMENTS, VITAMINS IN LIQUID, TABLET, CAP- 
SULE, AND POWDER FORM (US. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 12-4-1991; IN COMMERCE 12-4-1991. 


SN 75-081,756. PURE PLANET PRODUCTS, INC., WEST 
SEDONA, AZ. FILED 4-1-1996. 


PALTRIM 


FOR NUTRITIONAL DIETARY FOOD SUPPLEMENT 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
FIRST USE 7-28-1995; IN COMMERCE 7-28-1995. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 5—(Continued). 


SN 75-083,038. WEGMANS FOOD MARKETS, INC., ROCH- 
ESTER, NY. FILED 4-3-1996. 


W KIDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KIDS”, APART FROM THE MARK AS SHOWN. 

FOR ADHESIVE BANDAGES (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 12-1-1995; IN COMMERCE 12-1-1995. 


SN 75-083,185. WEGMANS FOOD MARKETS, INC., ROCH- 
ESTER, NY. FILED 4-3-1996. 


W KIDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KIDS”, APART FROM THE MARK AS SHOWN. 

FOR ANTIBACTERIAL LIQUID SOAP (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 

FIRST USE 12-1-1995; IN COMMERCE 12-1-1995. 


SN 75-083,766. AMVAC CHEMICAL CORPORATION, 
NEWPORT BEACH, CA. FILED 4-5-1996. 


PRUNE SMART 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRUNE”, APART FROM THE MARK AS SHOWN. 

FOR PESTICIDES FOR AGRICULTURAL USE (US. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-083,894. VIRBAC, INC., FORT WORTH, TX. FILED 
4-4-1996. 


FLEA SCIENCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLEA”, APART FROM THE MARK AS SHOWN. 

FOR MEDICATED INSECTICIDES FOR THE CON- 
TROL OF FLEAS AND TICKS, FOR DOMESTIC ANI- 
MALS AND THEIR ENVIRONMENTS, INCLUDING 
FLEA AND TICK COLLARS FOR PETS (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 


SN 75-086,895. SCHERING CORPORATION, KENIL- 


WORTH, NJ. FILED 4-10-1996. 


TEMODAR 


OWNER OF U.S. REG. NO. 1,917,150. 

FOR ALKYLATING CYTOTOXIC AGENT FOR THE 
TREATMENT OF VARIOUS TYPES OF CANCER (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 
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SN 75-087,010. AMERICAN CYANAMID COMPANY, 
MADISON, NJ. FILED 4-4-1996. 


PRIMETIME 


FOR HERBICIDES FOR AGRICULTURAL USE (US. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-087,753. BARTH-SPENCER CORPORATION, WEST- 
BURY, NY. FILED 4-15-1996. 


VASCUPLEX 


FOR NUTRITIONAL SUPPLEMENT, NAMELY, ARTE- 
RIAL TONIFIER (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
FIRST USE 11-1-1995; IN COMMERCE 11-1-1995. 


SN 75-089,297. HIGH LIFE FORMULAS, INC., REDMOND, 
WA. FILED 4-16-1996. 


BREAST GUARD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BREAST”, APART FROM THE MARK AS SHOWN. 

FOR DIETARY SUPPPLEMENT USED FOR THE PRE- 
VENTION OF BREAST CANCER (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 1-10-1996; IN COMMERCE 1-10-1996. 


SN 75-089,341. BAUSCH & LOMB PHARMACEUTICALS, 
INC., TAMPA, FL. FILED 4-16-1996. 


HEALTHGUARD 


OWNER OF U.S. REG. NO. 1,947,134. 

FOR TOPICAL DERMATOLOGICAL PREPARATIONS 
AND SOLUTIONS FOR THE TREATMENT OF HAIR 
LOSS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-090,249. GOLDBERG, LARRY, HAUGHTON, LA. 
FILED 4-18-1996. 


QUICK@DRAW 


FOR VETERINARY POULTICE PREPARATIONS FOR 
USE ON HORSES AND OTHER RACE ANIMALS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 5-30-1992; IN COMMERCE 5-30-1992. 
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SN 75-090,678. NATURE’S PRODUCTS, INC., DAVIE, FL. 
FILED 4-18-1996. 


SUGAR SHIELD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUGAR”, APART FROM THE MARK AS SHOWN. 

FOR NUTRITIONAL SUPPLEMENT FOR USE IN 
WEIGHT LOSS AND MAINTENANCE (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 


SN 75-093,155. MEAD JOHNSON & COMPANY, EVANS- 
VILLE, IN. FILED 4-23-1996. 


ENFAMIL AR 


OWNER OF U.S. REG. NOS. 696,534, 800,782 AND 
OTHERS. 
FOR INFANT FOODS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-093,163. BASF AKTIENGESELLSCHAFT, LUDWIG- 
SHAFEN/RHEIN, FED REP GERMANY, FILED 
4-23-1996. 


DRIVE 


OWNER OF U.S. REG. NO. 1,627,947. 

FOR HERBICIDES, FUNGICIDES, PESTICIDES, INSEC- 
TICIDES, ALL FOR AGRICULTURAL AND DOMESTIC 
USE (USS. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 2-28-1996; IN COMMERCE 2-28-1996. 


SN 75-093,819. FUSION MEDICAL TECHNOLOGIES, INC., 
MOUNTAIN VIEW, CA. FILED 4-25-1996. 


FUSION MEDICAL 
TECHNOLOGIES, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICAL TECHNOLOGIES, INC.”, APART FROM 
THE MARK AS SHOWN. 

FOR NATURAL AND SYNTHETIC POLYMERS FOR 
USE IN GENERAL SURGERY (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 11-17-1995; IN COMMERCE 11-17-1995. 


SN 75-094,609. SMITHKLINE BEECHAM BIOLOGICALS 
S.A., B-1330 RIXENSART, BELGIUM, FILED 4-26-1996. 


ECCORIX 


FOR PHARMACEUTICAL AND MEDICINAL PREP- 
ARATIONS FOR THE PREVENTION AND/OR TREAT- 
MENT OF CHOLERA (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
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SN 75-094,615. SMITHKLINE BEECHAM BIOLOGICALS 
S.A., B-1330 RIXENSART, BELGIUM, FILED 4-26-1996. 


ASURIX 


FOR PHARMACEUTICAL AND MEDICINAL PREP- 
ARATIONS FOR THE PREVENTION AND/OR TREAT- 
MENT OF CHOLERA (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN _ 75-094,755. SMITHKLINE BEECHAM BIOLOGICALS 
S.A., B-1330 RIXENSART, BELGIUM, FILED 4-26-1996. 


ANTIDRIX 


FOR PHARMACEUTICAL AND MEDICINAL PREP- 
ARATIONS FOR THE PREVENTION AND/OR TREAT- 
MENT OF CHOLERA (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-095,166. SMITHKLINE BEECHAM BIOLOGICALS 
S.A., B-1330 RIXENSART, BELGIUM, FILED 4-26-1996. 


TEGIRIX 


FOR PHARMACEUTICAL AND MEDICINAL PREP- 
ARATIONS FOR THE PREVENTION AND/OR TREAT- 
MENT OF CHOLERA (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-097,022. NATROL, INC., CHATSWORTH, CA. FILED 
5-1-1996. 


GLUCAHERB 


FOR HERBAL AND DIETARY SUPPLEMENTS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-097,334. NELLA ENTERPRISES, INC., WAUKEGAN, 
IL. FILED 5-1-1996. 


NELLA 


FOR ASPIRIN, IBUPROFEN, ACETAMINOPHEN, AND 
TENSION HEADACHE RELIEF MEDICATIONS; ANTAC- 
IDS; LAXATIVES AND STOOL SOFTENERS; VITAMINS; 
MULTIPLE VITAMINS; AND DIETARY, NUTRITIONAL 
AND MINERAL SUPPLEMENTS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 
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SN 75-098,419. THOMPSON MEDICAL COMPANY, INC., 
WEST PALM BEACH, FL. FILED 5-3-1996. 


DEXATRIM FAT BURNER 


OWNER OF U.S. REG. NO. 1,068,862. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FAT BURNER”, APART FROM THE MARK AS 
SHOWN. 
FOR NATURAL DIETARY SUPPLEMENT PRODUCTS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-098,727. ALWYN COMPANY, INC., LAKE CRYS- 
TAL, MN. FILED 5-6-1996. 


ALWYN NO-SEE-UM 


FOR INSECT REPELLENT (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN 75-099,237. STARCON CORPORATION, SAN JOSE, CA. 
FILED 5-6-1996. 


SACCOLADES 


FOR NUTRITIONAL AND DIETARY SUPPLEMENTS, 
NAMELY, VITAMINS AND WEIGHT LOSS PILLS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-101,974. HAYES, SCOTT, WAYZATA, MN. FILED 
5-10-1996. 


WOODY 


FOR AIR FRESHENERS (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). 


SN 75-102,124. SMITHKLINE BEECHAM CORPORATION, 
PHILADELPHIA, PA. FILED 5-10-1996. 


DERMASHAVE 


FOR PHARMACEUTICAL PREPARATION FOR THE 
TREATMENT OF ACNE (USS. CLS. 6, 18, 44, 46, 51 AND 
52). 
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SN 75-102,152. SMITHKLINE BEECHAM CORPORATION, 
PHILADELPHIA, PA. FILED 5-10-1996. 


DERMASCREEN 


FOR PHARMACEUTICAL PREPARATION FOR THE 
TREATMENT OF ACNE (USS. CLS. 6, 18, 44, 46, 51 AND 
52). 


SN _ 75-102,307. SCHAFFNER, MICHAEL PAUL, ST. 
JEROME, QUEBEC, CANADA, FILED 5-10-1996. 


BEEWITA 


OWNER OF CANADA REG. NO. TMA451010, DATED 
12-1-1995, EXPIRES 12-1-2010. 

FOR ROYAL JELLY FOOD SUPPLEMENTS (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 

FIRST USE 7-1-1994; IN COMMERCE 7-1-1994. 


SN 75-102,631. INTERNEURON PHARMACEUTICALS IN- 
CORPORATED, LEXINGTON, MA. FILED 5-10-1996. 


IPI 


OWNER OF U.S. REG. NOS. 1,802,395 AND 1,808,126. 

FOR PHARMACEUTICAL AGENTS FOR NEUROLOGI- 
CAL AND BEHAVIORAL DISORDERS (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 


SN 75-102,632. INTERNEURON PHARMACEUTICALS IN- 
CORPORATED, LEXINGTON, MA. FILED 5-10-1996. 


BEE — 


OWNER OF U.S. REG. NOS. 1,802,395 AND 1,808,126. 

FOR PHARMACEUTICAL AGENTS FOR NEUROLOGI- 
CAL AND BEHAVIORAL DISORDERS (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 
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SN 75-103,360. HDI NUTRIENTS, INC., PHOENIX, AZ. 
FILED 5-13-1996. 


FOR NUTRITIONAL SUPPLEMENTS IN TABLET AND 
CAPSULE FORM (USS. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-104,015. NATURAL ORGANICS INC., MELVILLE, 
NY. FILED 5-14-1996. 


OCTA-CAROTENE 


FOR DIETARY SUPPLEMENTS (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 


SN 75-104,022. HORIZON PHARMACEUTICAL CORPORA- 
TION, ROSWELL, GA. FILED 5-14-1996. 


TANAFED 


FOR PHARMACEUTICAL PRODUCTS, NAMELY, 
ANTIHISTAMINES AND DECONGESTIVES (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). 

FIRST USE 4-0-1993; IN COMMERCE 4-0-1993. 


SN 75-104,116. WILL-PAK FOODS, INC., HARBOR CITY, 
CA. FILED 5-14-1996. 


TASTY SPOONFULS 


FOR BABY FOODS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
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SN 75-104,352. ALGOS PHARMACEUTICAL CORPORA- 
TION, NEPTUNE, NJ. FILED 5-15-1996. 


ALGOS PHARMACEUTICAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PHARMACEUTICAL”, APART FROM THE MARK 
AS SHOWN. 

FOR PHARMACEUTICAL PREPARATIONS FOR PAIN 
MITIGATION (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-104,384. ANIMAL TECHNOLOGY, INC., BOZMAN, 
MD. FILED 5-15-1996. 


CALF PRO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CALF”, APART FROM THE MARK AS SHOWN. 

FOR VITAMIN FORTIFIED NUTRITIONAL SUPPLE- 
MENTS USED BY ADDING TO LIVESTOCK FEED (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 11-20-1995; IN COMMERCE 11-20-1995. 


SN 75-105,116. SCRYPTON SYSTEMS, INC., ANNAPOLIS, 
MD. FILED 5-16-1996. 


MOLE AWAY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MOLE”, APART FROM THE MARK AS SHOWN. 

FOR ANIMAL REPELLANT (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN 75-105,183. MJB GLOBAL INCORPORATED, CARLS- 
BAD, CA. FILED 5-16-1996. 


PERFORM 


FOR VITAMINS, MINERAL AND HERB SUPPLE- 
MENTS IN SPRAY FORM FOR USE BY HUMANS, AND 
DOMESTIC PETS AND LIVESTOCK (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 

FIRST USE 4-1-1996; IN COMMERCE 4-1-1996. 


SN 75-105,184. MJB GLOBAL INCORPORATED, CARLS- 
BAD, CA. FILED 5-16-1996. 


MIGHTY MIST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MIST”, APART FROM THE MARK AS SHOWN. 

FOR VITAMINS, MINERAL AND HERB SUPPLE- 
MENTS IN SPRAY FORM FOR USE BY HUMANS, AND 
DOMESTIC PETS AND LIVESTOCK (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 

FIRST USE 4-1-1996; IN COMMERCE 4-1-1996. 
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SN 75-106,235. G.D. SEARLE & CO., SKOKIE, IL. FILED 
5-20-1996. 


AMITEC 


FOR ANTI-INFLAMMATORY ANALGESICS (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 


SN 75-106,236. G.D. SEARLE & CO., SKOKIE, IL. FILED 
5-20-1996. 


ARTHROPRO 


OWNER OF U.S. REG. NOS. 1,655,099 AND 1,788,547. 
FOR ANTI-INFLAMMATORY ANALGESICS (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 


SN 75-106,340. LIVELY, DAVID R., MIAMI, FL. FILED 
5-20-1996. 


EARTH’S CREATION 


FOR VITAMINS, MINERALS AND SUPPLEMENTS 
FOR HUMAN CONSUMPTION (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 5-10-1993; IN COMMERCE 5-10-1996. 


SN 75-106,421. GRANUTEC, INC., WILSON, NC. FILED 
5-20-1996. 


ALEPROX 


FOR OVER-THE-COUNTER PHARMACEUTICAL AN- 
ALGESIC - PAIN RELIEVER/FEVER REDUCER (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-106,422. GRANUTEC, INC., WILSON, NC. FILED 
5-20-1996. 


GEL-COAT 


FOR OVER-THE-COUNTER PHARMACEUTICAL AN- 
ALGESIC - PAIN RELIEVER/FEVER REDUCER (USS. 
CLS. 6, 18, 44, 46, 51 AND 52). 
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SN 75-106,423. GRANUTEC, INC., WILSON, NC. FILED 
5-20-1996. 


GEL-FORM 


FOR OVER-THE-COUNTER PHARMACEUTICAL AN- 
ALGESIC - PAIN RELIEVER/FEVER REDUCER (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-106,490. MEDICAL SKIN-CARE ASSOCIATES, 
BROOKLINE, MA. FILED 5-20-1996. 


MD ACNE SOLUTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ACNE SOLUTIONS”, APART FROM THE MARK AS 
SHOWN. 

FOR MEDICATED SKIN CARE PREPARATIONS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-106,679. ST. JON LABORATORIES, INC., HARBOR 
CITY, CA. FILED 5-20-1996. 


PETGREENS 


FOR NUTRITIONAL SUPPLEMENT FOR PETS (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-106,722. TRANSPACIFIC TRADING CO. LIMITED, 
RAMSEY, ISLE OF MAN, IM8 2HP, ISLE OF MAN, 
FILED 5-20-1996. 


BECAUSE YOUR MIND IS A 
POWERFUL TOOL 


FOR NUTRITIONAL SUPPLEMENTS (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 
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SN 75-106,811. ZYMOGENETICS, SEATTLE, WA. FILED 
5-20-1996. 


DIATOL 


FOR AGENT FOR USE IN INDUCING IMMUNOLOGI- 
CAL TOLERANCE IN THE PREVENTION OR TREAT- 
MENT OF DIABETES (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-107,663. MATSUHITU CORP., CARSON CITY, NV. 
FILED 5-21-1996. 


PROZONE 


FOR DIETARY SUPPLEMENT (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN 75-107,688. AMDL, INC., TUSTIN, CA. FILED 5-21-1996. 


PYLORIPROBE 


FOR ENZYME IMMUNOASSAY FOR THE DETECTION 
OF HUMAN IGG ANTIBODIES TO HELICOBACTER 
PYLORI (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-107,943. GREEN FOODS CORPORATION, OXNARD, 
CA. FILED 5-22-1996. 


BARLEY CAT 


FOR PET FOOD SUPPLEMENTS, NAMELY, NUTRI- 
TIONAL ADDITIVES FOR CATS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN 75-108,156. SHOBLASKA, SHANA, LAGUNA BEACH, 
CA. FILED 5-22-1996. 


GREAT SEX IN A BOTTLE 


OWNER OF U.S. REG. NO. 2,008,751. 

FOR DIETARY SUPPLEMENTS (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 

FIRST USE 1-1-1996; IN COMMERCE 1-1-1996. 
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SN 75-108,157. SHOBLASKA, SHANA, LAGUNA BEACH, 
CA. FILED 5-22-1996. 


GREAT SEX 


OWNER OF U.S. REG. NO. 2,008,751. 

FOR DIETARY SUPPLEMENTS (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 

FIRST USE 1-1-1996; IN COMMERCE 1-1-1996. 


SN 75-108,241. FMC CORPORATION, PHILADELPHIA, 
PA. FILED 5-22-1996. 


APT 


FOR COMMERCIAL, DOMESTIC, AGRICULTURAL, 
HORTICULTURAL, AND INDUSTRIAL PESTICIDES 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-108,257. HOFFMANN-LA ROCHE INC., NUTLEY, 
NJ. FILED 5-22-1996. 


TEMPIUM 


FOR PHARMACEUTICAL PREPARATION, NAMELY, A 
SEDATIVE (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-108,312. HILLYARD ENTERPRISES, 
JOSEPH, MO. FILED 5-22-1996. 


INC., ST. 


QT-TB 


OWNER OF USS. REG. NO. 1,148,649. 

FOR ALL PURPOSE. DISINFECTANT CLEANER (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 3-1-1996; IN COMMERCE 3-1-1996. 


SN 75-108,497. ORPHAN MEDICAL, INC., MINNETONKA, 
MN. FILED 5-23-1996. 


EBS 


FOR DILUENT FOR INTRATHECALLY ADMINIS- 
TERED PHARMACEUTICAL AGENTS (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 5—(Continued). 


SN 75-108,671. RIKER LABORATORIES, INC., SAINT 
PAUL, MN. FILED 5-23-1996. 


LATITUDE 


FOR TRANSDERMAL DELIVERY APPARATUS FOR 
DELIVERING PHARMACEUTICAL PREPARATIONS, 
SOLD WITHOUT MEDICATION (US. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN 75-108,703. MCZAND HERBAL, SANTA 


MONICA, CA. FILED 5-23-1996. 


HERBELATE 


INC., 


FOR DIETARY AND NUTITIONAL SUPPLEMENTS OF 
HERBS AND OTHER NUTRIENTS (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 


SN 75-108,936. LODESTAR ENTERTAINMENT CORPORA- 
TION, TEMECULA, CA. FILED 5-23-1996. 


BREATH RITE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BREATH”, APART FROM THE MARK AS SHOWN. 

FOR PHARMACEUTICAL PREPARATIONS FOR THE 
TREATMENT OF BREATH ODORS (US. CLS. 6, 18, 44, 46, 
51 AND 52). 

FIRST USE 3-1-1996; IN COMMERCE 4-29-1996. 


SN 75-109,594. GLAXO GROUP LIMITED, GREENFORD, 
MIDDLESEX UB6 ONN, UNITED KINGDOM, FILED 
5-22-1996. 


TEMOVATE 2 


OWNER OF U.S. REG. NO. 1,428,974. 

FOR PHARMACEUTICAL PREPARATIONS, NAMELY, 
ANTI-INFLAMMATORY STEROIDS FOR TOPICAL AP- 
PLICATION (US. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 2-6-1996; IN COMMERCE 2-6-1996. 


SN 75-109,831. METCALF, JAMES A., SALT LAKE CITY, 
UT. FILED 5-24-1996. 


SPORT PRO-TECT 


FOR MEDICATED BALMS FOR APPLICATION TO 
LIPS, FACE, HANDS, AND FEET (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 
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SN 75-110,725. MDR FITNESS CORP., SUNRISE, FL. 
FILED 5-28-1996. 


PRISTINIUM 


FOR NUTRITIONAL SUPPLEMENTS AND VITAMINS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
FIRST USE 3-1-1988; IN COMMERCE 3-1-1988. 


SN 75-110,809. AMERICAN HOME PRODUCTS CORPORA- 
TION, MADISON, NJ. FILED 5-29-1996. 


MINULET 


FOR ORAL CONTRACEPTIVES (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 


SN 75-111,074. DISCOUNT VITAMINS INC., MIAMI, FL. 
FILED 5-28-1996. 


VITAGIANT 


FOR VITAMINS, MINERALS, HERBS, AMINO ACIDS, 
PROTEIN, AS FOOD SUPPLEMENTS IN THE FORM OF 
LIQUIDS, POWDERS, CAPSULES OR TABLETS; ALSO 
USED IN THE FORM OF CREAMS AND SALVES FOR 
HEALING PURPOSES (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-112,227. HOFFMANN-LA ROCHE INC., NUTLEY, 
NJ. FILED 5-31-1996. 


LAROTABE 


FOR NUTRITIONAL SUPPLEMENT (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). 


SN 75-112,243. E. R. SQUIBB & SONS, INC., PRINCETON, 
NJ. FILED 5-31-1996. 


CARBOCEL 


FOR MEDICAL AND SURGICAL BANDAGES AND 
DRESSINGS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-112,577. ALFACELL CORPORATION, BLOOM- 
FIELD, NJ. FILED 5-31-1996. 


VIRONASE 


FOR PHARMACEUTICALS, NAMELY, CANCER- 
TREATING DRUGS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
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SN 75-113,559. SIGNAL INVESTMENT & MANAGEMENT 
CO., WILMINGTON, DE. FILED 6-4-1996. 


LIVING WITH PAIN 


FOR TOPICAL ANALGESICS (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 


SN 75-114,429. LEINER HEALTH PRODUCTS _INC., 
CARSON, CA. FILED 6-5-1996. 


AN APPLE A DAY 


FOR VITAMINS AND DIETARY FOOD SUPPLEMENTS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-114,951. MERCK & CO., INC., WHITEHOUSE STA- 
TION, NJ. FILED 5-21-1996. 


HEARTGARD FX 


FOR ANTIPARASITIC PREPARATION FOR VETERI- 
NARY USE (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-115,075. HEALTH CARE LABORATORIES, INC., 
HOUSTON, TX. FILED 6-6-1996. 


BIOFLEXOR 


FOR DEEP PENETRATING GEL FOR PAIN RELIEF 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 


SN 75-116,884. AMMONIA HOLD, INC., LITTLE ROCK, 
AR. FILED 6-10-1996. 


£3DO 
SCEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ODOR”, APART FROM THE MARK AS SHOWN. 

FOR ODOR NEUTRALIZING PREPARATIONS FOR 
USE IN PET LITTER BOXES AND CAGES, AND IN 
OTHER PLACES WHERE PET ODORS OCCUR (U.S. CLS. 
6, 18, 44, 46, 51 AND 52). 

FIRST USE 7-31-1995; IN COMMERCE 7-31-1995. 
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SN 74-604,554. DETEX CORPORATION, NEW BRAUN- 
FELS, TX. FILED 11-30-1994. 


WETLOCK 


FOR METAL LOCK AND KEY UNIT (US. CLS. 2, 12, 13, 
14, 23, 25 AND 50). 


SN 74-650,906. HOBART BROTHERS COMPANY, TROY, 
OH. FILED 3-23-1995. 


TRIPLE-7 


FOR FILLER METALS USED IN WELDING (U.S. CLS. 
2, 12, 13, 14, 23, 25 AND 50). 
FIRST USE 8-9-1994; IN COMMERCE 8-9-1994. 


SN 75-045,408. MEMRY CORPORATION, BROOKFIELD, 
CT. FILED 1-17-1996. 


ZEEMET 


FOR SHAPE MEMORY ALLOY WITH HIGH DAMPING 
PROPERTIES AND HIGH ABRASION RESISTANCE FOR 
USE IN THE SPORTING GOODS INDUSTRY AND 
OTHER INDUSTRIES (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 


SN 75-085,272. AMERICAN FASTENERS CORP., MIAMI, 
FL. FILED 4-1-1996. 


QUICKIE 


FOR METAL FASTENERS, NAMELY, DRYWALL AN- 
CHORS, BOLTS AND SCREWS (US. CLS. 2, 12, 13, 14, 23, 
25 AND 50). 
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SN 75-118,480. APPLICATION ART LABORATORIES CO., 
LTD., ADACHI-KU, TOKYO, JAPAN, FILED 6-13-1996. 


FOR MAGNETIC BAG CLOSURES OF METAL (USS. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). 


SN 75-141,215. MEREDITH CORPORATION, DES MOINES, 
IA. FILED 7-29-1996. 


BETTER HOMES AND 
GARDENS FLORAL & 
NATURE CRAFTS 


OWNER OF U.S. REG. NO. 1,917,272. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLORAL” OR “NATURE CRAFTS”, APART FROM 
THE MARK AS SHOWN. 

FOR PAINTED WIRE, UNCOATED WIRE, FLORAL 
STEM WIRE, CLOTH COVERED WIRE, WIRE NETTING, 
METAL PICKS AND METAL PINS SUITABLE FOR USE 
IN MAKING FLORAL ARRANGEMENTS AND CRAFT- 
ING PROJECTS; METAL FRAMES AND METAL SUP- 
PORTS SUITABLE FOR USE. IN DESIGNING AND 
MAKING FLORAL ARRANGEMENTS, WREATHS, AND 
OTHER CRAFTING PROJECTS (U.S. CLS. 2, 12, 13, 14, 23, 
25 AND 50). 

FIRST USE 1-29-1996; IN COMMERCE 1-29-1996. 
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SN 74-420,916. MAQUINAS JAPONESAS DE COSER, SA 
DE CV, 06090, D.F., MEXICO, FILED 8-3-1993. 


HERCULES 


OWNER OF MEXICO REG. NO. 369,384, DATED 
7-25-1993, EXPIRES 7-25-2003. 

FOR SEWING MACHINES, ELECTRICAL WEAVING 
MACHINES AND PARTS THEREFORE (U.S. CL. 50). 


SN 74-573,227. FLAEM NUOVA S.P.A., VIA COLLI STOR- 
ICI 221-223-225, ITALY, FILED 9-13-1994. 


MAGIC VAC 


PRIORITY CLAIMED UNDER SEC. 44(D) ON ITALY 
APPLICATION NO. BS94C000220, FILED 7-29-1994, REG. 
NO. 633339, DATED 3-10-1994, EXPIRES 7-29-2014. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VAC”, APART FROM THE MARK AS SHOWN. 

FOR VACUUM PACKING SYSTEMS USED FOR EVAC- 
UATING AIR DURING PACKING AND SEALING (USS. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 74-666,558. DIESEL RESEARCH INC., HAMPTON 
BAYS, NY. FILED 4-26-1995. 


CRANK VENT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VENT”, APART FROM THE MARK AS SHOWN. 

FOR COMPONENTS FOR DIESEL ENGINES, NAMELY, 
CRANKCASE VENTILATION FILTERS, CRANKCASE 
CONTROL VALVES, AND CRANKCASE EMISSION CON- 
TROL ASSEMBLIES, NAMELY, FILTERS AND PRES- 
SURE REGULATORS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 

FIRST USE 3-11-1985; IN COMMERCE 3-11-1985. 


SN 74-674,149. APPLIED COLOR SYSTEMS, INC., LAW- 
RENCEVILLE, NJ. FILED 5-15-1995. 


SPECTRADYE 


FOR MACHINE FOR DYEING TEXTILES (U.S. CLS. 13, 
19, 21, 23, 31, 34 AND 35). 
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SN 74-678,999. E.D.I. LEASING AND FINANCIAL SERV- 
ICES, INC., DETROIT, MI. FILED 5-23-1995. 


IFTUS, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIFT”, APART FROM THE MARK AS SHOWN. 

FOR AUTOMOTIVE AND TRUCK SERVICE LIFTS 
AND HOISTS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 10-1-1994; IN COMMERCE 10-1-1994. 


SN 74-703,592. DYNAGEAR INC., DOWNERS GROVE, IL. 
FILED 7-20-1995. 


DYNAGEAR INC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC”, APART FROM THE MARK AS SHOWN. 

FOR AUTOMOTIVE ENGINE PARTS, NAMELY, 
TIMING GEARS, TIMING BELTS, TIMING SETS COM- 
PRISING TIMING CHAINS AND TIMING SPROCKETS, 
ADJUSTERS FOR CONTROLLING DAMPENERS FOR 
CONTROLLING CHAIN MOVEMENT, TENSIONERS FOR 
APPLYING TENSION TO CHAINS, GUIDE RAILS FOR 
POSITION CHAINS, CAM BUTTONS FOR CONTROL- 
LING CAM SHAFT END PLAY, OIL PUMPS, OIL PUMP 
SCREENS, AND OIL PUMP SHAFTS (US. CLS. 13, 19, 21, 
23, 31, 34 AND 35). 

FIRST USE 6-0-1976; IN COMMERCE 6-0-1976. 


SN 74-710,817. TALLMADGE SPINNING & METAL CO., 
TALLMADGE, OH. FILED 7-17-1995. 


FOR POWER-OPERATED TILT TABLES FOR USE IN 
THE PLASTICS INDUSTRY (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 
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SN 74-713,933. EZRA C. LUNDAHL, INC., LOGAN, UT. 
FILED 8-10-1995. 


SEC. 2(F). 


FOR FARM EQUIPMENT, NAMELY, HAYING AND 
HARVESTING MACHINES (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 

FIRST USE 1-1-1975; IN COMMERCE 1-1-1975. 


SN 74-717,575. BEARINGS: AND MOTIVE SPECIALTIES 
CO., INC., WHITE PLAINS, NY. FILED 8-15-1995. 


BMS 


FOR MACHINE PARTS, NAMELY, ROLLER BEAR- 
INGS AND ANTI-FRICTION BALL BEARINGS (U.S. CLS. 
13, 19, 21, 23, 31, 34 AND 35). 


SN 75-036,398. HUSQVARNA AKTIEBOLAG, S-561 82 
HUSKVARNA, SWEDEN, FILED 12-20-1995. 


VARI-CUT 


FOR BLADES FOR POWER OPERATED CUTOFF 
SAWS (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


SN 75-038,928. HI TIDE SALES, INC., FORT PIERCE, FL. 
FILED 12-18-1995. 


MexTide. 


FOR BOAT LIFTS, BOAT LIFT ACCESSORIES, 
NAMELY, DAVITS AND HOISTS, AND ELECTRIC LIFT 
CONTROLS THEREFOR (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 

FIRST USE 2-0-1989; IN COMMERCE 1-0-1990. 
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SN 75-094,037. AMERICAN SAW & MFG. COMPANY, 
EAST LONGMEADOW, MA. FILED 4-24-1996. 


LENOX DIY MASTER 


THE MARK CONSISTS IN PART OF THE LETTERS 
“DIY” WHICH ARE AN ABBREVIATION FOR THE EX- 
PRESSION “DO IT YOURSELF”. 

FOR BAND SAW BLADES (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 


SN 75-105,995. KRUPP POLYSIUS A.G., 59269 BECKUM, 
FED REP GERMANY, FILED 5-17-1996. 


HYFLEX 


OWNER OF FED REP GERMANY REG. NO. 39501089, 
DATED 10-13-1995, EXPIRES 1-31-2005. 

FOR MILLS FOR INDUSTRIAL PURPOSES AND 
PARTS OF SUCH MILLS (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 


SN 75-135,376. TOTAL CONTAINMENT, INC., OAKS, PA. 
FILED 7-17-1996. 


TOTAL TANK 


OWNER OF U.S. REG. NO. 1,577,292. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TANK”, APART FROM THE MARK AS SHOWN. 

FOR SECONDARY CONTAINMENT SYSTEM COM- 
PRISING STORAGE TANKS, PIPES AND FITTINGS FOR 
CONTAINING AND CONVEYING GASOLINE, DIESEL 
FUEL AND CHEMICALS (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 


CLASS 8—HAND TOOLS 


SN 74-691,452. TOWLE MANUFACTURING COMPANY, 
EAST BOSTON, MA. FILED 6-20-1995. 


CLASSIC PLUME 


OWNER OF US. REG. NO. 1,016,731. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLUME”, APART FROM THE MARK AS SHOWN. 

FOR SILVER PLATED FLATWARE AND CUTLERY, 
NAMELY, KNIVES, FORKS AND SPOONS (U.S. CLS. 23, 
28 AND 44). 

FIRST USE 1-1-1986; IN COMMERCE 1-1-1986. 
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SN 74-696,126. E. MISHAN & SONS, INC., NEW YORK, NY. 
FILED 7-3-1995. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHOPPER”, APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS OF THE WORD “CHOPPER” IN 
STYLIZED TYPE STYLE WITH A DESIGN IN PLACE OF 
THE LETTER “O” SIMULATING A PESTLE AND 
MORTAR WITH A SERIES OF ARROWS CIRCULATING 
AROUND WITHIN A CIRCLE. 

FOR HAND-OPERATED CHOPPERS FOR CUTTING 
AND WHIPPING FOOD (U.S. CLS. 23, 28 AND 44). 


SN 74-704,794. NORTH AMERICAN TILE TOOL COMPA- 
NY, DBA NATTCO, BURLINGTON, KY. FILED 
7-24-1995. 


NATTCO 


FOR HAND TOOLS, NAMELY, TILE CUTTERS, TILE 
PICK, ADHESIVE SPREADERS, TILE FILE, GROUT 
RAKE, GROUT SPREADER, GROUT FINISHER, TILE 
PLIER, HAND CUTTER, TROWELS AND FLOAT TROW- 
ELS FOR USE IN THE INSTALLATION OF TILE (U.S. 
CLS. 23, 28 AND 44). 

FIRST USE 6-6-1994; IN COMMERCE 6-6-1994. 


SN 75-117,495. BETTER TOOLS, INC., ROSEVILLE, MN. 
FILED 6-11-1996. 


BANANA BLADE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BLADE”, APART FROM THE MARK AS SHOWN. 

FOR UTILITY KNIVES AND REPLACEABLE BLADES 
THEREFOR (U.S. CLS. 23, 28 AND 44). 


SN 75-133,090. MEREDITH CORPORATION, DES MOINES, 
IA. FILED 7-12-1996. 


BETTER HOMES AND 
GARDENS FLORAL & 
NATURE CRAFTS 


OWNER OF U.S. REG. NO. 1,917,272. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLORAL” OR “NATURE CRAFTS”, APART FROM 
THE MARK AS SHOWN. 

FOR HAND TOOLS, NAMELY, HAND-OPERATED 
SHEARS AND WIRE CUTTERS SUITABLE FOR USE IN 
MAKING FLORAL ARRANGEMENTS AND CRAFTING 
PROJECTS (U.S. CLS. 23, 28 AND 44). 

FIRST USE 1-29-1996; IN COMMERCE 1-29-1996. 
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APPARATUS 


SN 74-432,776. NATIONAL COUNCIL OF STATE BOARDS 
OF NURSING, INC., CHICAGO, IL. FILED 9-3-1993. 


NCLEX 


OWNER OF U.S. REG. NO. 1,577,712. 

SEC. 2(F). 

FOR PRE-RECORDED VIDEOTAPES AND AUDIO- 
TAPES FEATURING EDUCATIONAL INFORMATION 
RELATED TO NURSING LICENSURE AND EXAMINA- 
TIONS; COMPUTER PROGRAMS RELATED TO NURS- 
ING LICENSURE AND NURSING EXAMINATIONS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-0-1985; IN COMMERCE 10-0-1985. 


SN 74-458,817. ADVERTAPE CORPORATION, MIAMI, FL. 
FILED 11-16-1993. 


ADVERTAPE 


FOR BLANK VIDEO TAPES AND PRERECORDED 
VIDEO TAPES FEATURING CONSUMER GOODS AND 
SERVICES FOR SALE (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-530,376. REFLECTION TECHNOLOGY, INC., WAL- 
THAM, MA. FILED 5-27-1994. 


FAXVIEW 


FOR PORTABLE TELEPHONE ACCESSORY FOR 
VISUAL DISPLAY OF FACSIMILE TRANSMISSIONS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-0-1994; IN COMMERCE 3-0-1994. 


SN 74-592,740. REGULATORY ASSISTANCE CENTER, 
INC., THE, WHITMAN, MA. FILED 10-31-1994. 


THE CURRENCY 
REPORTING CONTROL 
SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CURRENCY”, “REPORTING” AND “SYSTEM”, 
APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR COMPUTER SOFTWARE PROGRAM AND ASSO- 
CIATED USER MANUAL SOLD AS A UNIT FOR THE 
MONITORING OF ALL CURRENCY ACTIVITY, RE- 
PORTING OF APPLICABLE DATA, AND HISTORICAL 
RETENTION OF CURRENCY TRANSACTIONS (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 3-29-1989; IN COMMERCE 3-29-1989. 
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SN 74-622,552. TRIMM INDUSTRIES, NORTH HOLLY- 
WOOD, CA. FILED 11-14-1994. 


NETWORK DIRECT RAID 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NETWORK” AND “RAID”, APART FROM THE 
MARK AS SHOWN. 

FOR STORAGE UNIT FOR USE IN ENCLOSING COM- 
PUTER HARDWARE COMPONENTS IN THE NATURE 
OF DISCS AND DISC ARRAYS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 74-627,415. DISCREET LOGIC, INC., MONTREAL, 
QUEBEC, CANADA, BY CHANGE OF NAME FROM 
BRUGHETTI CORPORATION, THE, MONTREAL, 
CANADA, FILED 1-30-1995. 


DIPLOMAT 


FOR COMPUTER SOFTWARE WHICH PROVIDES 
TIME-PREDICTIVE DATA MANAGEMENT, INTEGRAT- 
ED COMMUNICAITONS, FAULT TOLERANCE, PRIORI- 
TY RESOURCE ALLOCATION, AND REAL-TIME COL- 
LABORATION BETWEEN ALL NETWORKED PERSONS, 
COMPUTERS AND VIDEO HARDWARE; FOR USE IN 
BUSINESS, IN TELEVISION AND CABLE BROADCAST- 
ING, IN THE POST-PRODUCTION INDUSTRY, IN VIDEO 
PRODUCTION, IN DESKTOP PUBLISHING, IN GRAPH- 
ICS ASSEMBLY AND BY GRAPHIC AND VIDEO ART- 
ISTS; AND MANUALS SOLD AS A UNIT (U.S. CLS. 21, 23, 
26, 36 AND 38). 


SN 74-629,340. CABOT SAFETY CORPORATION, SOUTH- 
BRIDGE, MA. FILED 2-3-1995. 


CLASSIC 


FOR PROTECTIVE DEVICES, NAMELY, EARPLUGS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 5-18-1993; IN COMMERCE 5-18-1993. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 9—(Continued). 


SN 74-640,842. SABAN ENTERTAINMENT, INC., BUR- 
BANK, CA. FILED 3-2-1995. 


WAR OF THE DINOSAURS 


FOR BICYCLE HELMETS; EYEGLASSES AND SUN- 
GLASSES AND CASES THEREFORE; CD ROMS FEA- 
TURING EDUCATIONAL CREATIVE WRITING PRO- 
GRAMS, SCREEN SAVER PROGRAMS, POSTER ART 
PROGRAMS, AND GRAPHIC PROGRAMS ALL FOR THE 
EDUCATION AND ENTERTAINMENT OF CHILDREN; 
ELECTRONIC, MULTIMEDIA AND TELECOMMUNICA- 
TIONS APPARATUS AND INSTRUMENTS, NAMELY, 
CALCULATORS, ELECTRONIC DIARIES AND ELEC- 
TRONIC PERSONAL ORGANIZERS; COMPUTER OPER- 
ATING SYSTEM SOFTWARE; PRERECORDED COM- 
PACT DISCS FEATURING EDUCATIONAL CREATIVE 
WRITING PROGRAMS, SCREEN SAVER PROGRAMS, 
POSTER ART PROGRAMS, AND GRAPHIC PROGRAMS 
ALL FOR THE EDUCATION AND ENTERTAINMENT OF 
CHILDREN; PRERECORDED COMPUTER SOFTWARE 
PROGRAMS RECORDED ON DISCS, CARTRIDGES AND 
TAPES FEATURING EDUCATIONAL CREATIVE WRIT- 
ING PROGRAMS, SCREEN SAVER PROGRAMS, POSTER 
ART PROGRAMS, AND GRAPHIC PROGRAMS ALL FOR 
THE EDUCATION AND ENTERTAINMENT OF CHIL- 
DREN; INTERACTIVE MULTIMEDIA SOFTWARE PRO- 
GRAMS FOR BUSINESS, EDUCATION AND ENTER- 
TAINMENT FEATURING EDUCATIONAL CREATIVE 
WRITING PROGRAMS, SCREEN SAVER PROGRAMS, 
POSTER ART PROGRAMS, AND GRAPHIC PROGRAMS 
ALL FOR THE EDUCATION AND ENTERTAINMENT OF 
CHILDREN AT PRE-SCHOOL, ELEMENTARY, MIDDLE 
SCHOOL AND SECONDARY SCHOOL LEVELS; AUDIO 
AND VIDEO EQUIPMENT, NAMELY, PRERECORDED 
AUDIO AND VIDEO TAPES, COMPACT DISCS AND 
CASSETTES FEATURING LIVE-ACTION AND ANIMAT- 
ED ACTION ADVENTURES FOR THE EDUCATION 
AND ENTERTAINMENT OF CHILDREN; AUDIO AND 
VIDEO CASSETTE PLAYERS AND RECORDERS; AUDIO 
AND VIDEO COMPACT DISC PLAYERS AND RECORD- 
ERS; PHONOGRAPHS FEATURING MUSIC AND DIA- 
LOGUE; CAMERA EQUIPMENT, NAMELY, 35MM CAM- 
ERAS, CAMERA CASES, VIDEO CAMERAS AND CASES 
THEREFOR; RADIOS AND RADIOS INCORPORATING 
CLOCKS; TELEPHONES; TELEVISION SETS; AND, 
SIGNAL WHISTLES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-650,496. FOODSERVICE MULTIMEDIA ASSOCI- 
ATES, CLEVELAND, OH. FILED 3-23-1995. 


DSR ADVISOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DSR”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR USE IN STORING 
AND RETRIEVING INSTRUCTIONAL FOODSERVICE 
EDITORIALS AND RECIPES IN THE FIELD OF FOOD- 
SERVICE MARKETING AND COMPACT DISCS FEA- 
TURING INSTRUCTIONAL EDITORIALS AND PRE-RE- 
CORDED RECIPES IN THE FIELD OF FOODSERVICE 
MARKETING (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 74-653,250. POLI-RHYTHM LTD., CAMBRIDGE, MA. 
FILED 3-28-1995. 


HEARTBEAT 


FOR PRE-RECORDED AUDIO AND AUDIOVISUAL 
TAPES, CASSETTES, AND DISCS FEATURING MUSIC 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-0-1981; INCOMMERCE 12-0-1981. 


SN 74-664,296. BLUE SKY SOFTWARE CORPORATION, 
LA JOLLA, CA. FILED 4-21-1995. 


WINHELP FIND+ 


OWNER OF U.S. REG. NO. 1,963,331. 

SEC. 2(F). 

FOR COMPUTER SOFTWARE PROGRAMS AND ASSO- 
CIATED USER MANUALS, PROVIDED AS A UNIT, FOR 
USE IN THE DESIGN AND GENERATION OF COMPUT- 
ER SOFTWARE PROGRAMS (USS. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 4-11-1995; IN COMMERCE 4-11-1995. 


SN 74-669,476. ADELS-CONTACT ELEKTROTECH- 
NISCHE FABRIK & CO. KG, D-51469 BERGISCH- 
GLADBACH, FED REP GERMANY, FILED 5-3-1995. 


ADELS 


contact 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CONTACT”, APART FROM THE MARK AS 
SHOWN. 

FOR ELECTRICAL AND ELECTRONIC APPARATUS 
AND INSTRUMENTS, NAMELY, ELECTRICAL CONNEC- 
TORS; ELECTRICAL CONTACT DEVICES FOR USE IN 
CONNECTING ELECTRICAL CONDUCTORS; ELECTRI- 
CAL TERMINAL BLOCKS; ELECTRICAL PLUGS, SOCK- 
ETS, AND FUSES; ELECTRICAL OUTLET COVERS; 
STRAIN RELIEFS, NAMELY, TO BE USED WITH ELEC- 
TRICAL CONNECTORS TO RETAIN CABLES AND CON- 
DUCTORS IN THE CONNECTORS; MARKING LABELS, 
NAMELY, TO BE FIXED ON OR AT CONNECTORS TO 
MARK EACH TERMINAL; MOUNTING RAILS, NAMELY, 
TO BE FIXED ON TRANSFORMERS, SWITCH AND CON- 
TROL CABINETS AND OTHER ELECTRICAL EQUIP- 
MENT TO HOLD TERMINAL BLOCKS AND CONNEC- 
TORS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 74-678,145. DIGITAL EQUIPMENT CORPORATION, 
MAYNARD, MA. FILED 5-19-1995. 


Alpha Systems 


OWNER OF U.S. REG. NO. 1,739,830. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEMS”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F) AS TO “DIGITAL”. 

FOR COMPUTER HARDWARE AND A FULL LINE OF 
COMPUTER SOFTWARE (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-680,743. CONSTRUCTION MANAGEMENT CORPO- 
RATION, GREENWICH, CT. FILED 5-26-1995. 


HOME OWNER’S SURVIVAL 
GUIDE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOME OWNER’S” AND “GUIDE”, APART FROM 
THE MARK AS SHOWN. 

FOR PRERECORDED AUDIO AND VIDEO RECORD- 
INGS AND PRINTED INSTRUCTION MANUALS SOLD 
AS A UNIT RELATING TO HOME CONSTRUCTION, 
MAINTENANCE, RENOVATION AND REPAIR (U.S. CLS. 
21, 23, 26, 36 AND 38). 


SN 74-687,467. HILL-ROM, INC., BATESVILLE, IN. FILED 
6-12-1995. 


UNIFLEX 


FOR PATIENT ROOM HEADWALL GAS/ELECTRICI- 
TY DISTRIBUTION UNITS FOR USE IN SUPPLYING 
MEDICAL GASES AND ELECTRICITY TO PATIENT 
ROOMS IN HEALTH CARE FACILITIES (U.S. CLS. 21, 23, 
26, 36 AND 38). 


SN 74-688,703. TRABELCO, N.V., CURACAO, NETHERLD 
ANTILLES, FILED 5-24-1995. 


TRACKER 


FOR ELECTRONIC PRODUCTS, NAMELY, COMPACT 
DISC PLAYER, RADIOS/CASSETTE PLAYER, HEAD- 
PHONE RADIO, COMPACT DISC/CASSETTE/RADIO 
PLAYER AND SPEAKERS (U.S. CLS. 21, 23, 26, 36 AND 
38). 
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SN 74-693,200. PARSONS TECHNOLOGY, INC., HIAWA- 
THA, IA. FILED 6-26-1995. 


QUICK TIPS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TIPS”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR ASSISTING AND 
IMPROVING AN INDIVIDUALS GOLF GAME (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 6-16-1995; IN COMMERCE 6-16-1995. 


SN 74-696,621. GAVIN DE BECKER INCORPORATED, 
STUDIO CITY, CA. FILED 6-30-1995. 


MOSAIC 


FOR COMPUTER SOFTWARE AND RELATED MANU- 
ALS SOLD THEREWITH FOR PERFORMING SAFETY 
AND THREAT EVALUATIONS FOR SECURITY PUR- 
POSES (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-7-1991; IN COMMERCE 4-10-1992. 


SN 74-697,804. GN NETCOM INC., EDEN PRAIRIE, MN. 
FILED 7-6-1995. 


FOR TELEPHONES; COMPUTER TELEPHONE HEAD- 
SETS, TELEPHONE HEADSETS, CORDLESS TELE- 
PHONE HEADSETS, TELEPHONE HEADSET AMPLIFI- 
ERS AND PARTS THEREFOR (U.S. CLS. 21, 23, 26, 36 
AND 38). 
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SN 74-705,786. CONSTANTIN, MIKE, BURBANK, CA. 
FILED 7-25-1995. 


UTE 


TECHNOLOGIES 
Sot tare F or The N ext Generation .. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNOLOGIES” AND “SOFTWARE”, APART 
FROM THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLOR BLUE. 

FOR COMPUTER SOFTWARE DEVELOPMENT SERV- 
ICES FOR OTHERS IN THE FIELD OF MULTIMEDIA 
APPLICATIONS, SCREEN SAVERS, COMPUTER GAME 
PROGRAMS, AND OTHER APPLICATIONS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 74-706,213. KHP SERVICES, INC., CAMP HILL, PA. 
FILED 7-26-1995. 


SYNERVIEW 


FOR COMPUTER SOFTWARE FOR USE BY MANAGED 
CARE ORGANIZATIONS TO TRACK AND ASSESS PRO- 
VIDER CREDENTIALS, MAKE DECISIONS REGARD- 
ING PATIENT CARE, TRACK AND RESPOND TO IN- 
QUIRIES REGARDING MEMBERS, PROVIDERS AND 
BENEFIT ADMINISTRATION, AND ASSESS QUALITY 
AND OUTCOME OF PATIENT CARE (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 74-706,276. EVEREX SYSTEMS, INC., FREMONT, CA. 
FILED 7-26-1995. 


STRONGER THAN EVER 


OWNER OF U.S. REG. NOS. 1,677,380 AND 1,697,477. 

FOR COMPUTERS, NAMELY, PERSONAL COMPUT- 
ERS, RELATED COMPUTER HARDWARE, AND COM- 
PUTER CIRCUIT BOARDS FOR PERSONAL COMPUT- 
ERS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 74-706,939. INSTITUTE FOR ADVANCED TECHNOLO- 
GY, EDINA, MN. FILED 7-27-1995. 


CLASS ONE 


FOR COMPUTER SOFTWARE FOR TRAINING COM- 
PUTER USERS IN USING COMPUTER SOFTWARE AND 
MANUALS SOLD AS A UNIT (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 74-707,605. CLABER S.P.A., 33080 FIUME VENETO 
(PORDENONE), ITALY, FILED 7-28-1995. 


AQUA1 VIDEO 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. MI95C001338, FILED 2-10-1995, REG. 
NO. 653690, DATED 6-20-1995, EXPIRES 2-10-2005. 

FOR ELECTRONIC TIMERS FOR WATERING SYS- 
TEMS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-707,617. CLABER S.P.A., 33080 FIUME VENETO 
(PORDENONE), ITALY, FILED 7-28-1995. 


AQUA1 LOGICA 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. MI95C 001339, FILED 2-10-1995, REG. 
NO. 653691, DATED 6-20-1995, EXPIRES 2-10-2005. 

FOR ELECTRONIC TIMERS FOR WATERING SYS- 
TEMS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-709,265. ELECTRONIC SUBMISSION PUBLISHING 
SYSTEMS, INC., FORT WASHINGTON, PA. FILED 
8-1-1995. 


HELPING THE SUBMISSION 
EVOLVE. NATURALLY. 


FOR COMPUTER SOFTWARE AND MANUALS, SOLD 
AS A UNIT, FOR USE IN PRODUCING, REVIEWING 
AND DISTRIBUTING REGULATORY SUBMISSIONS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-27-1995; IN COMMERCE 2-27-1995. 


SN 74-711,193. ADVANCED CAE TECHNOLOGY, INC., 
ITHACA, NY. FILED 8-4-1995. 


QUICKCOOL 


FOR COMPUTER SOFTWARE AND INSTRUCTION 
MANUALS, SOLD AS A UNIT FOR SUCH SOFTWARE, 
FOR COMPUTER-AIDED ENGINEERING ANALYSIS IN 
THE FIELD OF INJECTION-MOLDED PLASTICS AND 
POLYMERS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 74-711,747. DATA TREK, INC., CARLSBAD, CA. 


FILED 8-7-1995. 


GLAS 


FOR WINDOWING SOFTWARE FOR LIBRARY AUTO- 
MATION (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 0-0-1995; IN COMMERCE 0-0-1995. 


SN 74-713,025. HYPERBOLE STUDIOS, INC., SEATTLE, 
WA. FILED 8-9-1995. 


VIRTUALCINEMA 


OWNER OF U.S. REG. NO. 1,906,802. 

FOR RECORDING MEDIA INCLUDING CD ROM 
DISCS CONTAINING STORIES AND AUDIOVISUAL EF- 
FECTS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 11-0-1993; INCOMMERCE 11-0-1993. 


SN 74-713,556. EZRA C. LUNDAHL, INC., LOGAN, UT. 
FILED 8-10-1995. 


CINI/HL 


FOR ELECTRICAL INSTRUMENTS, NAMELY, PRINT- 
ED CIRCUIT BOARDS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 1-1-1980; IN COMMERCE 1-1-1980. 


SN 74-714,853. TIMEX CORPORATION, MIDDLEBURY, 
CT. FILED 8-14-1995. 


TIMEX DATA LINK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DATA LINK”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER HARDWARE AND SOFTWARE 
USED FOR THE OPTICAL TRANSMISSION OF INFOR- 
MATION; AND FOR PORTABLE DEVICES CAPABLE OF 
RECEIVING INFORMATION VIA OPTICAL TRANSMIS- 
SION, NAMELY, ELECTRONIC ORGANIZERS, DATA- 
BANKS, PERSONAL DIGITAL ASSISTANTS, DIGITAL 
MEMO RECORDERS, ELECTRONIC REFERENCE PROD- 
UCTS, (NAMELY, DICTIONARIES, SPELL CHECKERS 
AND THESAURUSES), PAGERS, CELLULAR TELE- 
PHONES AND RADIO TELEPHONES (U.S. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 10-7-1994; IN COMMERCE 10-7-1994. 
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SN 74-719,624. FARABI TECHNOLOGY CORPORATION, 
ST-LAURENT, PROVINCE OF QUEBEC, CANADA, 
FILED 8-24-1995. 


ULTIMA/400 


FOR COMPUTER PROGRAMS AND USER MANUALS 
SOLD THEREWITH DESIGNED TO ALLOW AN ESTAB- 
LISHED PERSONAL COMPUTER NETWORK TO 
ACCESS AN ESTABLISHED LOCAL OR WIDE AREA 
COMPUTER NETWORK (US. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-18-1995; IN COMMERCE 4-18-1995. 


SN 74-722,463. UNITED RESOURCE RECOVERY CORPO- 
RATION, SPARTANBURG, SC. FILED 8-29-1995. 


MAXGARD 


FOR CHEMICAL RECOVERY CARTRIDGE FOR RE- 
COVERING SILVER FROM PHOTOGRAPHIC PROCESS- 
ING SOLUTIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-724,345. ANYSOFT LTD., NETANYA, ISRAEL, BY 
CHANGE OF NAME FROM ECO HIGH TECH GROUP 
LTD., HERZLIYA, 46105, ISRAEL, FILED 9-1-1995. 


THE SCREEN IS THE 
INFORMATION 


FOR COMPUTER’ SOFTWARE IN THE FIELD OF 
TOOLS AND UTILITIES WHICH ENABLES THE USER 
TO ACQUIRE, PROCESS AND ROUTE ANY DIGITAL 
CONTENT FROM ANY SOURCE TO ANY DESTINATION 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-724,630. POWER PRODUCTIONS INTERNATION- 
AL, INC., SALT LAKE CITY, UT. FILED 9-5-1995. 


FIT TRAX 


FOR PRE-RECORDED COMPACT DISCS, AUDIO 
TAPES AND VIDEO TAPES FEATURING MUSIC, 
HEALTH INFORMATION, MOTIVATIONAL AND EXER- 
CISE INSTRUCTION FOR USE IN GROUP AND INDIVID- 
UAL EXERCISE, HEALTH WORKOUTS AND MOTIVA- 
TIONAL SESSIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 74-729,671. SCIENTIFIC HOLDINGS, INC., WILMING- 
TON, DE. FILED 9-15-1995. 


CD LOGIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CD”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER READABLE COMPACT OPTICAL 
DISCS CONTAINING PRODUCT CATALOGUE FOR LAB- 
ORATORY EQUIPMENT SUPPLIES AND CHEMICALS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-15-1994; IN COMMERCE 1-3-1995. 


SN 74-731,045. ANYSOFT LTD., NETANYA, ISRAEL, BY 
CHANGE OF NAME FROM ECO HIGH TECH GROUP 
LTD., HERZLIYA 46105, ISRAEL, FILED 9-19-1995. 


ANYSOFT 


FOR COMPUTER SOFTWARE IN THE FIELD OF 
TOOLS AND UTILITIES WHICH ENABLES THE USER 
TO ACQUIRE, PROCESS AND ROUTE ANY DIGITAL 
CONTENT FROM ANY SOURCE TO ANY DESTINATION 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-732,999. WINK COMMUNICATIONS, INC., ALAME- 
DA, CA. FILED 9-21-1995. 


WINK COMMUNICATIONS 


FOR COMPUTER SOFTWARE FOR DEVELOPING 
AND EXECUTING INTERACTIVE COMPUTER SOFT- 
WARE APPLICATIONS; COMPUTER SOFTWARE FOR 
EMBEDDING INTERACTIVE COMPUTER SOFTWARE 
APPLICATIONS AND REAL-TIME DATA IN ANALOG 
AND DIGITAL TRANSMISSIONS; COMPUTER SOFT- 
WARE FOR FACILITATING ELECTRONIC COMMUNI- 
CATIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-734,702. U.S. BUREAU OF THE CENSUS, WASHING- 
TON, DC. FILED 8-7-1995. 


TIGER/GICS 


FOR COMPUTER FILES, IN THE FORM OF COMPUT- 
ER DISKETTES, MAGNETIC TAPE AND CD-ROM 
DISKS, CONTAINING SELECTED GEOGRAPHIC INFOR- 
MATION EXTRACTED FROM THE CENSUS BUREAU’S 
TOPOLOGICALLY INTEGRATED GEOGRAPHIC EN- 
CODING AND REFERENCING SYSTEM DATA BASE 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-3-1994; IN COMMERCE 1-3-1994. 
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SN 74-734,846. AMERICAN COMPACT LIGHTING, LLC, 
LEESBURG, VA. FILED 9-27-1995. 


MASTER LITE SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LITE SYSTEM”, APART FROM THE MARK AS 
SHOWN. 

FOR LIGHTING BALLASTS AND GAS DISCHARGE 
TUBE BALLASTS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-735,720. BET HOLDINGS, INC., WASHINGTON, DC. 
FILED 9-29-1995. 


BET SOUNDSTAGE 


FOR PRERECORDED AUDIO CASSETTES FEATUR- 
ING MUSICAL GROUPS, AUDIO DISCS FEATURING 
MUSICAL GROUPS, PRERECORDED AUDIO TAPES 
FEATURING MUSICAL GROUPS, PRERECORDED COM- 
PACT DISCS FEATURING MUSICAL GROUPS, VIDEO 
DISCS FEATURING MUSICAL GROUPS, MUSICAL 
SOUND RECORDINGS, MUSICAL VIDEO RECORDINGS, 
PHONOGRAPH RECORDS FEATURING MUSICAL 
GROUPS, PRERECORDED VIDEO TAPES FEATURING 
MUSICAL GROUPS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 74-736,175. FINANCIAL PLANNING RESOURCES, 
INC., ROSWELL, GA. FILED 9-29-1995. 


VTR 


FOR COMPUTER PROGRAMS FOR PROVIDING 
ACCESS TO INFORMATION IN VARIABLE ANNUITY, 
VARIABLE LIFE AND FIXED ANNUITY INVESTMENT 
PRODUCTS AND INDUSTRY ANALYSIS REPORTS FOR 
USE BY INSURANCE PROFESSIONALS IN THE INSUR- 
ANCE INDUSTRY (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-5-1995; IN COMMERCE 2-5-1995. 


SN 74-736,938. ALLTEL FINANCIAL INFORMATION 
SERVICES, INC., LITTLE ROCK, AR. FILED 8-31-1995. 


EXECUTIVE NOTEBOOK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NOTEBOOK”, APART FROM THE MARK AS 
SHOWN. 

FOR CLIENT SERVER DECISION SUPPORT SOFT- 
WARE (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-1-1995; IN COMMERCE 8-1-1995. 
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SN 75-002,199. MKS INSTRUMENTS, INC., ANDOVER, 
MA. FILED 10-6-1995. 


ROR 


FOR GAS FLOW CALIBRATION SYSTEM COMPRIS- 
ING A CALIBRATED CHAMBER, AND PRESSURE AND 
TEMPERATURE MEASURING DEVICES (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 4-29-1993; IN COMMERCE 4-29-1993. 


SN 75-002,611. CHEMICAL CONCEPTS CORPORATION, 
ANN ARBOR, MI. FILED 10-6-1995. 


RxCALC 


FOR COMPUTER SOFTWARE AND CALCULATORS, 
BOTH FOR USE IN CALCULATING DRUG DOSAGES 
AND RELATED CALCULATIONS FOR DETERMINING 
DRUG DOSAGES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-003,264. INTECOM, INC., DALLAS, TX. FILED 
10-10-1995. 


INTECOURIER 


FOR COMPUTER PROGRAMS FOR SCREEN SYN- 
CHRONIZATION FOR USERS OF APPLICANT’S PBX 
SYSTEMS (USS. CLS. 21, 23, 26, 36 AND 38). 


SN 75-013,152. WINFIELD LOCKS, INC., DBA COMPUT- 
ERIZED SECURITY SYSTEMS, INC., COSTA MESA, 
CA. FILED 11-1-1995. 


MICROKEY 


FOR ELECTRONIC COMPUTER CONTROLLED DOOR 
LOCKS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-013,722. ALLEN OSBORNE ASSOCIATES, INC., 
WESTLAKE VILLAGE, CA. FILED 11-1-1995. 


TURBOSURVEY 


FOR LAND SURVEYING SOFTWARE (U.S. CLS. 21, 23, 
26, 36 AND 38). 
FIRST USE 12-9-1993; IN COMMERCE 12-9-1993. 
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SN 75-032,510. CYBERMATION, INC., MARKHAM, ON- 
TARIO, L3R OGR, CANADA, FILED 12-14-1995. 


ESP CONSOLE MANAGER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CONSOLE MANAGER”, APART FROM THE MARK 
AS SHOWN. 

FOR COMPUTER PROGRAMS AND INSTRUCTIONAL 
MANUALS SOLD TOGETHER AS A UNIT FOR USE IN 
AUTOMATING OPERATION FUNCTIONS FOR DATA 
PROCESSING (US. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-1-1995; IN COMMERCE 2-1-1995. 


SN 75-037,389. HOUGHTON MIFFLIN COMPANY, 
BOSTON, MA. FILED 12-26-1995. 


NEW WAYS TO KNOW 


FOR COMPUTER SOFTWARE PROGRAMS CONTAIN- 
ING REFERENCE AND LINGUISTIC INFORMATION 
AND MULTIMEDIA SOFTWARE RECORDED ON CD- 
ROM FOR USE IN BUSINESS, CONSUMER, AND EDUCA- 
TIONAL FIELDS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-037,661. RLI VISION CORP., PEORIA, IL. FILED 
12-27-1995. 


PROTHIN 


FOR CONTACT LENSES, NAMELY, ASPHERIC 
DESIGN SINGLE VISION LENSES (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 2-1-1996; IN COMMERCE 2-1-1996. 
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SN 75-038,412. ROCKA RECORDS ASSOCIATES, BOTH- 
ELL, WA. FILED 12-29-1995. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECORDS”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPACT DISCS AND AUDIO AND VIDEO 
TAPES CONTAINING MUSIC (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 6-7-1993; IN COMMERCE 6-7-1993. 


SN 75-041,052. NEXGEN, INC., MILPITAS, CA. FILED 
1-11-1996. 


DYNAMIC86 


FOR COMPUTER HARDWARE, NAMELY MICRO- 
PROCESSORS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-043,141. IKON AUDIO INTERNATIONAL INC., 
CHATSWORTH, CA. FILED 1-4-1996. 


LOGIC SOUND LAB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOUND LAB”, APART FROM THE MARK AS 
SHOWN. 

FOR AUTOMOBILE AUDIO COMPONENTS, NAMELY 
AM/FM STEREO RECEIVERS, CASSETTE TAPE DECKS, 
COMPACT DISC PLAYERS, POWER AMPLIFIERS, 
EQUALIZERS, ELECTRONIC CROSS-OVERS, AND 
SPEAKERS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-043,903. GARRETT, HARRY L., ENUMCLAW, WA. 
FILED 11-13-1995. 


MainTek 


FOR COMPUTER SOFTWARE FOR DATA BASE MAN- 
AGEMENT IN THE FIELD OF EQUIPMENT AND FA- 
CILITIES MANAGEMENT FOR USE BY APARTMENT, 
HOTEL, BUILDING, MANUFACTURING, AND PROCESS- 
ING PLANT MANAGERS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-047,550. RAYMOND CORPORATION, THE, 
GREENE, NY. FILED 1-23-1996. 


RAYMOND DATA 


OWNER OF U.S. REG. NOS. 729,699, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DATA”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER PROGRAMS FOR MATERIAL HAN- 
DLING ANALYSIS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 7-0-1987; IN COMMERCE 7-0-1987. 


1,850,887 AND 


SN 75-050,419. DANIELS, MARC R., CHAMBLEE, GA. 
FILED 1-30-1996. 


TELE SONG 


FOR PRE-RECORDED AUDIO CASSETTE TAPES FEA- 
TURING GREETING CARD MESSAGES IN SONG AND 
MUSIC, VOCALLY DELIVERED (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 1-8-1996; IN COMMERCE 1-8-1996. 


SN 75-050,990. KEYSTONE INTERNATIONAL HOLDINGS 
CORP., HOUSTON, TX. FILED 1-25-1996. 


ICON 


FOR ELECTRIC VALVE ACTUATORS (U.S. CLS. 21, 23, 
26, 36 AND 38). 


SN 75-053,060. INTERACTUAL TECHNOLOGIES, INC., 
MOUNTAIN VIEW, CA. FILED 2-5-1996. 


VIDEOSAVER 


FOR COMPUTER SOFTWARE SCREEN SAVERS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 3-6-1996; IN COMMERCE 3-6-1996. 
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SN 75-053,978. INTERNATIONAL BUSINESS MACHINES 
CORPORATION, ARMONK, NY. FILED 2-6-1996. 


VISUALLIFT 


FOR COMPUTER SOFTWARE FOR CONSTRUCTING 
USER INTERFACES OF OTHER COMPUTER PRO- 
GRAMS, AND MANUALS SOLD AS A UNIT THERE- 
WITH (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-16-1994; IN COMMERCE 12-16-1994. 


SN 75-054,467. BULWARK PROTECTIVE APPAREL INC., 
WEBSTER, TX. FILED 2-7-1996. 


Bulwark 


OWNER OF U.S. REG. NOS. 1,826,220, 1,826,222 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DISPOSABLE COVERALLS”, APART FROM THE 
MARK AS SHOWN. 

FOR PROTECTIVE CLOTHING, NAMELY, DISPOS- 
ABLE FLAME-RESISTANT NON-WOVEN APPAREL 
COVERUP (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 7-16-1992; IN COMMERCE 6-13-1994. 


SN 75-056,028. COLUMBUS MCKINNON CORPORATION, 
AMHERST, NY. FILED 2-7-1996. 


FLEXI-FIT 


FOR SAFETY AND RESCUE EQUIPMENT, NAMELY, 
FULL BODY HARNESSES FOR PREVENTING FALLS 
FROM ELEVATED LOCATIONS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-058,587. BELL & HOWELL PHILLIPSBURG COM- 
PANY, DURHAM, NC. FILED 2-15-1996. 


JETSTAR LIVE 


FOR COMPUTER SOFTWARE FOR HIGH SPEED MAIL 
MERGING FOR PRINTERS (U.S. CLS. 21, 23, 26, 36 AND 
38). 
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SN 75-058,599. HUBBELL INCORPORATED, ORANGE, CT. 
FILED 2-15-1996. 


VISI-BREAK 


FOR SWITCHES FOR ELECTRIC UTILITIES FOR COM- 
MERCIAL AND INDUSTRIAL USE (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 10-10-1995; IN COMMERCE 10-10-1995. 


SN 75-059,167. PASS & SEYMOUR, INC., SOLVAY, NY. 
FILED 2-16-1996. 


SHOCKGUARD 


SEC. 2(F). 

FOR WIRING DEVICES, NAMELY, GROUND FAULT 
CIRCUIT INTERRUPTERS (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 8-0-1983; IN COMMERCE 8-0-1983. 


SN 75-059,676. INTERVISION SYSTEMS, INC., RALEIGH, 
NC. FILED 2-20-1996. 


VOICEMOUSE 


FOR COMPUTER SOFTWARE FOR CONTROLLING A 
CURSOR USING VOICE COMMANDS (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 75-060,867. XOMED SURGICAL PRODUCTS, INC., 
JACKSONVILLE, FL. FILED 2-20-1996. 


DIGITSTAR + 


FOR VIDEO CAMERAS AND _ ACCESSORIES, 
NAMELY, CAMERA CONTROLLER, CAMERA HEAD 
AND CABLE, BEAM SPLITTER AND COUPLER (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-27-1995; INCOMMERCE 12-27-1995. 
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SN 75-060,960. DIGITAL EQUIPMENT CORPORATION, 
MAYNARD, MA. FILED 2-21-1996. 


ALTAVISTA 


THE SPANISH PHRASE “ALTA VISTA” TRANSLATES 
TO “HIGH VIEW”. 

FOR COMPUTER HARDWARE; COMPUTER SOFT- 
WARE FOR USE WITH LOCAL AREA, WIDE AREA, 
AND/OR GLOBAL COMPUTER COMMUNICATIONS 
NETWORKS, NAMELY, SEARCHING FOR, COMPILING, 
INDEXING, AND ORGANIZING INFORMATION, PRO- 
VIDING SECURITY FOR COMMUNICATIONS, ELEC- 
TRONIC MAIL, AND FACILITATING WORKGROUP 
COMMUNICATIONS; COMPUTER SOFTWARE FOR 
SEARCHING FOR, COMPILING, INDEXING, AND OR- 
GANIZING INFORMATION WITHIN INDIVIDUAL 
WORK STATIONS OR PERSONAL COMPUTERS (US. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-062,621. CARLSON, LEWAYNE P., LITTLETON, CO. 
FILED 2-26-1996. 


YOUR SET 


FOR COMPUTER PROGRAMS FOR ORGANIZING, 
MANAGING AND CONTROLLING THE INTERIOR AND 
EXTERIOR CONTRUCTION OF BUILDINGS INCLUDING 
THE LAYOUT OF STORAGE SPACE IN WAREHOUSES 
AND OTHER BUSINESSES AS WELL AS THE LAYOUT 
OF WORKSTATIONS WITHIN OFFICE BUILDINGS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-063,230. GENERAL CABLE INDUSTRIES, INC., 
HIGHLAND HEIGHTS, KY. FILED 2-12-1996. 


SAFE-TI-FLEX 


FOR ELECTRICAL EXTENSION CORDS (U.S. CLS. 21, 
23, 26, 36 AND 38). 


SN 75-065,559. GENERAL WIRELESS COMMUNICATIONS 
INC., SANTA CLARA, CA. FILED 2-29-1996. 


GWCOM 


FOR WIRELESS MESSAGING DEVICES, NAMELY, 
DATA RECEIVERS AND DATA TRANSMITTERS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 
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SN 75-066,423. FORMFACTOR, INC., LIVERMORE, CA. 
FILED 3-1-1996. 


FLEXIBOND 


FOR COMPUTER SOFTWARE FOR CONTROLLING 
THE OPERATION OF ELECTRONIC ASSEMBLY EQUIP- 
MENT AND INSTRUCTION MANUALS PROVIDED 
THEREWITH (USS. CLS. 21, 23, 26, 36 AND 38). 


SN 75-066,424. FORMFACTOR, INC., LIVERMORE, CA. 
FILED 3-1-1996. 


MONGOOSE 


FOR ELECTRONIC COMPONENTS, NAMELY, SEMI- 
CONDUCTORS, WIRING SUBSTRATES, SPACE TRANS- 
FORMERS, INTERPOSERS, PROBE CARDS AND CON- 
TACT ELEMENTS AND TIP STRUCTURES THEREFOR 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-067,650. ADOBE SYSTEMS INCORPORATED, SE- 
ATTLE, WA. FILED 3-5-1996. 


HOT SINGLES 


FOR COMPUTER SOFTWARE FOR CREATING FONTS; 
TYPEFACE FONT COMPUTER SOFTWARE; USERS’ 
MANUALS AND INSTRUCTIONAL BOOKS SOLD AS A 
UNIT (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-067,738. DSC COMMUNICATIONS CORPORATION, 
PLANO, TX. FILED 3-5-1996. 


LITENET 


FOR COMPUTER SOFTWARE FOR INTERCONNEC- 
TION AND MANAGEMENT OF MULTIPLE DIGITAL 
LOOP CARRIER UNITS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-068,445. CASTLE LAKE SOFTWARE, INC., NEW 
MARTINSVILLE, WV. FILED 3-6-1996. 


Castle Lake Software, Inc. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOFTWARE, INC.”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SOFTWARE FOR DESIGNING SOFT- 
WARE FOR OTHERS AND FOR DATABASE MANAGE- 
MENT FOR USE BY BUSINESSES AND AGENCIES (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-1-1990; IN COMMERCE 10-1-1990. 
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SN 75-069,102. BULL HN INFORMATION SYSTEMS INC., 
BILLERICA, MA. FILED 2-14-1996. 


WEBKIX 


FOR COMPUTER INTERFACE SOFTWARE WHICH 
ALLOWS FOR CONNECTIONS TO, AND PROCESSING 
TRANSACTIONS FROM, COMMUNICATION NETWORKS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-069,970. DELAWARE CAPITAL FORMATION, INC., 
WILMINGTON, DE. FILED 3-11-1996. 


MASS PROBAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MASS”, APART FROM THE MARK AS SHOWN. 

FOR FLUID FLOWMETERS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-070,340. BREEDLOVE, DENNIS & ASSOCIATES, 
INC., WINTER PARK, FL. FILED 3-11-1996. 


METROSCAPE 


FOR CUSTOMIZED COMPUTER SOFTWARE PRO- 
GRAM FOR MANAGEMENT, TRACKING AND MONI- 
TORING OF LAND USE PERMITTING AND ZONING 
MAPS (USS. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-29-1996; IN COMMERCE 2-29-1996. 


SN 75-071,023. AMERICAN EXCELSIOR COMPANY, AR- 
LINGTON, TX. FILED 3-12-1996. 


EROSIONWORKS 


FOR COMPUTER SOFTWARE TO ANALYZE AND 
SUGGEST SURFACE TREATMENT SOLUTIONS FOR 
EROSION CONTROL, DRAINAGE, AND REVEGETA- 
TION (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-071,302. LITE PUTER ENTERPRISE CO., LTD., HSI- 
CHIH, TAIPEI HSIEN, TAIWAN, FILED 3-7-1996. 


LITE-PUTER 


FOR DIMMERS, LIGHTING CONTROLLERS (U.S. CLS. 
21, 23, 26, 36 AND 38). 
FIRST USE 1-1-1989; IN COMMERCE 1-1-1989. 
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SN 75-071,863. INFINITY GROUP, INC., ALBUQUERQUE, 
NM. FILED 3-13-1996. 


QUARTER CRAZE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT JO 
USE “QUARTER”, APART FROM THE MARK AS 
SHOWN. 

FOR GAMING MACHINES, NAMELY, COIN AND 
BILL-OPERATED GAMES OF CHANCE (U.S. CLS. 21, 23, 
26, 36 AND 38). 


SN 75-073,612. CASINO DATA SYSTEMS, LAS VEGAS, 
NV. FILED 3-15-1996. 


REEL APPEAL 


FOR GAMING DEVICES AND COMPUTER SOFT- 
WARE FOR USE THEREWITH (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN  75-073,857. BRODERBUND SOFTWARE, 
NOVATO, CA. FILED 3-18-1996. 


THE CARMEN ADVANTAGE 
LIBRARY 


OWNER OF U.S. REG. NOS. 1,606,526, 1,824,498 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIBRARY”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR USE IN CHIL- 
DREN’S EDUCATION AND MANUALS SUPPLIED AS A 
UNIT (U.S. CLS. 21, 23, 26, 36 AND 38). 


INC., 


SN 75-073,858. BRODERBUND SOFTWARE, 
NOVATO, CA. FILED 3-18-1996. 


LEARNING ADVANTAGE 
LIBRARY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIBRARY”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR USE IN CHIL- 
DREN’S EDUCATION AND MANUALS SUPPLIED AS A 
UNIT (U.S. CLS. 21, 23, 26, 36 AND 38). 


INC., 


SN 75-074,236. CINCOM SYSTEMS, INC., CINCINNATI, 
OH. FILED 3-18-1996. 


AURORADS 


FOR COMPUTER SOFTWARE FOR PRODUCING AND 
MANAGING DOCUMENTS AND USER MANUALS SOLD 
TOGETHER AS A UNIT (US. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-0-1995; IN COMMERCE 2-23-1996. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 9—(Continued). 


SN 75-074,466. DIPIX TECHNOLOGIES INC., OTTAWA, 
ONTARIO, CANADA, FILED 3-18-1996. 


POWER GRABBER 


FOR DIGITAL IMAGE-PROCESSING BOARDS AND 
RELATED OPERATING SYSTEM SOFTWARE (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 5-6-1991; IN COMMERCE 5-6-1991. 


SN 75-075,532. B.E.L-TRONICS LIMITED, MISSISSAUGA, 
ONTARIO LSL 139, CANADA, FILED 3-20-1996. 


RSV 


OWNER OF CANADA REG. NO. TMA376947, DATED 
12-7-1990, EXPIRES 12-7-2005. 

FOR RADAR DETECTORS (U.S. CLS. 21, 23, 26, 36 AND 
38). 
FIRST USE 1-0-1990; IN COMMERCE 1-0-1990. 


SN 75-076,111. AUREUS CORPORATION, OREM, UT. 
FILED 3-21-1996. 


CASHOP 


FOR COMPUTER SOFTWARE FOR USE IN CASH 
MANAGEMENT AND BUSINESS IMPROVEMENT (U.S. 
CLS. 21, 23, 26, 36 AND 38). 


SN 75-076,184. BUSINESS ENGINEERING & SOFTWARE 
TOOLS, INC., MIAMI, FL. FILED 3-21-1996. 


WIN400 


FOR COMPUTER SOFTWARE THAT ENABLES PC AP- 
PLICATIONS TO INTERFACE WITH A FILE SERVER 
AND INSTRUCTIONAL MANUALS SOLD AS A UNIT 
THEREWITH (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-077,618. ACRES GAMING, INC., CORVALLIS, OR. 
FILED 3-25-1996. 


HURRICANE ZONE 


FOR COMPUTER PROGRAMS USED TO CONTROL 
CASINO STYLE GAMING DEVICES (U.S. CLS. 21, 23, 26, 
36 AND 38). 
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SN 75-077,642. LINCOLN ELECTRIC COMPANY, THE, 
CLEVELAND, OH. FILED 3-25-1996. 


RAVEN 18 


FOR WELDING ELECTRODES (USS. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-078,070. COTNER, MICHELE L., VANCOUVER, WA. 
FILED 3-25-1996. 


MON-KEY COVERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COVERS”, APART FROM THE MARK AS SHOWN. 

FOR HANDMADE, CUSTOM-FITTED COVERS FOR 
PERSONAL COMPUTER EQUIPMENT, SUCH AS MONI- 
TORS, KEYBOARDS, PRINTERS AND OTHER PERIPH- 
ERALS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-17-1996; IN COMMERCE 2-1-1996. 


SN  75-078,082. EDGERTON TECHNOLOGY, 
OLATHE, KS. FILED 3-25-1996. 


INC., 


EDGE 


FOR AUDIO AMPLIFIERS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN  75-078,083. EDGERTON TECHNOLOGY, 
OLATHE, KS. FILED 3-25-1996. 


INC., 


DOUBLE EDGE 


FOR AUDIO AMPLIFIERS (U.S. CLS. 21, 23, 26, 36 AND 
38). 


SN 75-078,117. DEVELOPMENT DIMENSIONS INTERNA- 
TIONAL, INC., BRIDGEVILLE, PA. FILED 3-25-1996. 


MAXWARE 


FOR ON-LINE INTERACTIVE COMPUTER PROGRAMS 
FOR USE IN WORKPLACE PERFORMANCE MANAGE- 
MENT ANALYSIS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-078,144. FUTURE SOFT ENGINEERING, INC., 
HOUSTON, TX. FILED 3-25-1996. 


FLEXOBJECT 


FOR COMPUTER SOFTWARE FOR CONNECTING 
PERSONAL COMPUTERS TO OTHER PERSONAL COM- 
PUTERS OR TO A MAINFRAME COMPUTER (U.S. CLS. 
21, 23, 26, 36 AND 38). 


SN 75-078,528. CIRCUIT CONNECT, INC., NASHUA, NH. 
FILED 3-26-1996. 


—C 


FOR PRINTED CIRCUIT BOARDS (U.S. CLS. 21, 23, 26, 
36 AND 38). 
FIRST USE 1-0-1990; IN COMMERCE 1-0-1990. 


SN 75-078,531. JERBIL, INC., HUNTINGTON, NY. FILED 
3-26-1996. 


JRB 


FOR PRE-RECORDED AUDIO TAPES, PHONOGRAPH 
RECORDS AND COMPACT DISKS FEATURING MUSIC 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-078,772. CONNECTIX CORPORATION, 
MATEO, CA. FILED 3-26-1996. 


SAN 


VIDEC 


FOR VIDEO, IMAGE AND DATA COMPRESSION SYS- 
TEMS FOR HOME, OFFICE AND PERSONAL USES, 
NAMELY VIDEO CAMERAS, IMAGE INPUT DEVICES 
AND COMPUTER SOFTWARE FOR THE COMPRESSION, 
ENHANCEMENT, CORRECTION AND DECOMPRESSION 
OF DATA, GRAPHICAL IMAGES, VIDEO AND DIGITAL 
SIGNAL INFORMATION, AND TECHNICAL INFORMA- 
TION AND INSTRUCTIONAL MANUALS SOLD AS A 
UNIT THEREWITH (US. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-079,145. CAPITATED DISEASE MANAGEMENT 
SERVICES, INC., UPPER MONTCLAIR, NJ. FILED 
3-27-1996. 


REBATEDSS 


FOR COMPUTER SOFTWARE, NAMELY A SOFTWARE 
APPLICATION FOR TRACKING CONTRACT PERFORM- 
ANCE AND BENEFIT ANALYSIS IN THE HEALTHCARE 
AND PHARMACEUTICAL INDUSTRIES (U.S. CLS. 21, 23, 
26, 36 AND 38). 


SN 75-079,353. ADAPTIVE TECHNOLOGIES, INC., FRED- 
ERICK, MD. FILED 3-27-1996. 


TRUPROFILE 


FOR SOLID STATE, NON-SCANNING GAUGE FOR 
MEASURING ANY ONE OF THICKNESS, DENSITY AND 
DENIER OF A MATERIAL TO CONTROL THE EXTRU- 
SION OF A FILM AND FOR CORRECTING ERRONEOUS 
MEASUREMENT CAUSED BY WEB FLUTTER (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 6-30-1994; IN COMMERCE 6-30-1994. 


SN 75-079,479. FORD MOTOR COMPANY, DEARBORN, 
MI. FILED 3-27-1996. 


BOSS 


FOR TIRE PRESSURE GAUGES (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-079,817. AXINT TECHNOLOGIES CORPORATION, 
AUBURNDALE, MA. FILED 3-28-1996. 


AXINT 


FOR SOFTWARE TO ACCEPT AND COLLECT DATA, 
TO GENERATE AND FILL IN HARD COPY FORMS, 
AND TO MANAGE THE MOVEMENT OF DATA TO 
OTHER COMPUTER SYSTEMS OVER WIDE AREA NET- 
WORKS, FOR EXAMPLE, FOR THE INSURANCE INDUS- 
TRY (US. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-1-1992; INCOMMERCE 10-1-1992. 
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SN  75-079,822. CONNECTIX CORPORATION, 
MATEO, CA. FILED 3-28-1996. 


SAN 


QUICKMOVIE 


FOR COMPUTER SOFTWARE FOR ACQUIRING, CAP- 
TURING, CREATING, MANIPULATING, CONVERTING, 
TRANSFERRING, CATALOGING, PRESENTING AND 
STORING MOVIES AND DIGITIZED IMAGES AND AS- 
SOCIATED AUDIO; AND INSTRUCTIONAL MANUALS 
SOLD AS A UNIT THEREWITH (US. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 10-30-1994; IN COMMERCE 10-30-1994. 


SN 75-079,826. FUJITSU PERSONAL SYSTEMS, 
SANTA CLARA, CA. FILED 3-28-1996. 


INC., 


STYLISTIC 1000 


FOR HANDHELD PEN-BASED COMPUTER AND IN- 
STRUCTION AND USER MANUALS SOLD THEREWITH 
(U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-080,405. BAY NETWORKS, INC., SANTA CLARA, 
CA. FILED 3-28-1996. 


NETSTICK 


FOR COMMUNICATIONS NETWORK INTERCONNEC- 
TION HARDWARE, NAMELY HUBS, ROUTERS, 
BRIDGES, CONTROLLERS, AND SWITCHES; POWER 
STRIPS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-083,595. AUTOMATION ENGINEERING INCORPO- 
RATED, WOBURN, MA. FILED 4-4-1996. 


FLEXAUTO 


FOR COMPUTER SOFTWARE FOR CONTROL OF 
MANUFACTURING PROCESSES (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-085,121. LUCENT TECHNOLOGIES INC., MURRAY 
HILL, NJ. FILED 4-8-1996. 


GUARD 


FOR UTILITY COMPUTER PROGRAMS (U.S. CLS. 21, 
23, 26, 36 AND 38). 
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SN 75-085,501. AMERICANA CORPORATION, ALMA, AR. 
FILED 4-9-1996. 


WEIGHTSCAN 


FOR ELECTRONIC BED SCALES (U.S. CLS. 21, 23, 26, 
36 AND 38). 


SN 75-086,819. HUBBELL INCORPORATED, ORANGE, CT. 
FILED 4-10-1996. 


REDI-LOC 


FOR CABLE CONNECTORS (U.S. CLS. 21, 23, 26, 36 
AND 38). 


SN 75-087,501. LAPPLE, RAINER, 81735 MUNCHEN, FED 
REP GERMANY, FILED 4-2-1996. 


PROJECT 1 


FOR EYEGLASS FRAMES, SUNGLASSES AND EYE- 
GLASS CASES (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-090,351. DAVIDSON, SHAWN, PRINCE EDWARD 
ISLAND COB 1MO, CANADA, FILED 4-18-1996. 


BROOKLYN BIRDS 


FOR ANIMATED FICTION FILMS FEATURING COM- 
PUTER GENERATED CHARACTERS (US. CLS. 21, 23, 26, 
36 AND 38). 


SN 75-090,991. MICHAEL THOMAS PRODUCTIONS, INC., 
FORT WORTH, TX. FILED 3-8-1996. 


AMBER ROSE 


THE MARK CONSISTS OF THE WORDS “AMBER 
ROSE”. 

FOR PHONOGRAPH RECORDS FEATURING SOUND 
RECORDINGS OF VARIOUS ARTISTS PERFORMING 
MUSICAL COMPOSITIONS WITH CHRISTIAN THEMES 
WS. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-0-1996; IN COMMERCE 1-0-1996. 
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SN 75-091,863. SUB POP RECORDS, SEATTLE, WA. 
FILED 4-22-1996. 


SUB 


FOR SERIES OF PRE-RECORDED AUDIO CASSETTES, 
PHONOGRAPH RECORDS, COMPACT DISCS, AND VID- 
EOTAPES ALL FEATURING MUSIC (USS. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 6-0-1986; IN COMMERCE 6-0-1986. 


SN 75-095,341. SCIENTIFIC AND ENGINEERING SOFT- 
WARE, INC., AUSTIN, TX. FILED 4-29-1996. 


STRATEGIZER 


FOR COMPUTER PROGRAMS FOR USE IN THE 
DESIGN, EVALUATION AND SIMULATION OF COM- 
PUTER HARDWARE, ELECTRONIC SYSTEMS AND 
SOFTWARE, AND MANUALS SOLD TOGETHER AS A 
UNIT (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-103,188. NOMBAS, INC., MEDFORD, MA. FILED 
5-13-1996. 


CENVI 


FOR COMPUTER PROGRAMS PROVIDING AUTOMA- 
TION DEVELOPMENT TOOLS AND A STANDARD 
SCRIPTING LANGUAGE ACROSS VARIOUS DESKTOP 
COMPUTER OPERATING SYSTEM ENVIRONMENTS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-23-1993; IN COMMERCE 9-23-1993. 


SN 75-105,614. COLE, TERRY LEE, JACKSBORO, TX. 
FILED 5-17-1996. 


TRUCE 


FOR PRE-RECORDED COMPACT DISCS AND CAS- 
SETTES FEATURING THE RECORDED PERFORM- 
ANCES OF A POPULAR MUSIC BAND (U.S. CLS. 21, 23, 
26, 36 AND 38). 
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SN 75-106,908. WHITE, RUTH S., DBA TOM THUMB, LOS 
ANGELES, CA. FILED 5-20-1996. 


MR WINDBAG 


FOR PRE RECORDED AUDIO-VISUAL RECORDINGS, 
ON AUDIO CASSETTES, VIDEO CASSETTES, COMPACT 
DISCS, AND COMPUTER DISCS, OF CHILDREN’S STO- 
RIES, SONGS, AND EDUCATIONAL INSTRUCTIONAL 
MATERIAL (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-0-1973; IN COMMERCE 6-4-1973. 


SN 75-108,414. TOP-COUSINS OY, HELSINKI, FINLAND, 
FILED 5-23-1996. 


NETBOARD 


FOR COMPUTER ACCESSORIES, NAMELY, MOUSE 
PADS (U.S. CLS. 21, 23, 26, 36 AND 38). 


SN 75-110,009. TIGER ELECTRONICS, INC., VERNON 
HILLS, IL. FILED 5-28-1996. 


KID COMMAND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KID”, APART FROM THE MARK AS SHOWN. 

FOR TELEVISION REMOTE CONTROLLER (U.S. CLS. 
21, 23, 26, 36 AND 38). 


SN 75-112,402. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


CHRISTMAS MAGIC 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 10-9-1995; IN COMMERCE 10-9-1995. 


SN 75-117,795. FULL SERVICE TRADE SYSTEM LTD., 
NEW YORK, NY. FILED 6-12-1996. 


TRADECARD 


FOR COMPUTER SOFTWARE FOR USE IN PROVID- 
ING COMPUTER SERVICES FOR PROCESSING BUY/ 
SELL TRANSACTIONS, AND FOR NEGOTIATING, DOC- 
UMENTING, MONITORING THE STATUS OF, AND 
CAUSING PAYMENT IN RESPECT OF BUY/SELL 
TRANSACTIONS (U.S. CLS. 21, 23, 26, 36 AND 38). 
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SN 75-132,423. PEPSICO, INC., PURCHASE, NY. FILED 
7-11-1996. 


PEPSI STUFF 


OWNER OF U.S. REG. NOS. 111,508 AND 824,150. 
FOR SUNGLASSES (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


SN 75-134,088. SYMINEX, INC., MT. ARLINGTON, NJ. 
FILED 7-15-1996. 


SX500 


FOR SCIENTIFIC AND MANUFACTURING TEST AND 
MEASURING SYSTEM COMPRISING SENSORS, CONDI- 
TIONERS, AND/OR DATA ACQUISITION COMPUTER 
HARDWARE ADN OPERATING SOFTWARE (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 2-12-1991; IN COMMERCE 11-25-1991. 


SN 75-134,089. SYMINEX INC., MT. ARLINGTON, NJ. 
FILED 7-15-1996. 


SYMINEX 


FOR SCIENTIFIC AND MANUFACTURING TEST AND 
MEASURING SYSTEM COMPRISING SENSORS, CONDI- 
TIONERS, AND/OR DATA ACQUISITION COMPUTER 
HARDWARE AND OPERATING SOFTWARE (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 4-2-1990; IN COMMERCE 4-2-1990. 


SN 75-136,232. LIBERTY STAR, INC., GREAT NECK, NY. 
FILED 7-19-1996. 


DRESS-A-VAC 


FOR DECORATIVE COVER FOR UPRIGHT VACUUM 
CLEANER (USS. CLS. 21, 23, 26, 36 AND 38). 
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SN 74-572,805. HEYER-SCHULTE NEUROCARE, L-P., 
PLEASANT PRAIRIE, WI. FILED 9-13-1994. 


HEYER-SCHULTE 
NeuroCare 


OWNER OF U.S. REG. NO. 1,205,315. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEUROCARE”, APART FROM THE MARK AS 
SHOWN. 

FOR NEUROLOGICAL PRODUCTS, INSTRUMENTS 
AND DEVICES, NAMELY, MEDICAL PROTHESES, 
CATHETERS, SHUNTS, COLLECTION BAGS, BRAIN RE- 
TRACTORS, SHUNT PASSERS, FORCEPS, TROCARS 
AND INTRODUCERS (U.S. CLS. 26, 39 AND 44). 


SN 74-701,893. ALADAN CORPORATION, DOTHAN, AL. 
FILED 7-17-1995. 


GOLD CIRCLE RAINBOW 
COIN 


OWNER OF U.S. REG. NOS. 1,517,121, 1,810,630 AND 
OTHERS. 

FOR CONDOMS (U.S. CLS. 26, 39 AND 44). 

FIRST USE 11-0-1992; IN COMMERCE 11-0-1992. 


SN 74-722,693. SPAN-AMERICA MEDICAL SYSTEMS, 
INC., GREENVILLE, SC. ASSIGNEE OF EMBRACING 
CONCEPTS, INC., ROCHESTER, NY. FILED 8-30-1995. 


SACRAL DISH 


OWNER OF U.S. REG. NO. 1,835,340. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SACRAL”, APART FROM THE MARK AS SHOWN. 

FOR PRESSURE RELIEF CUSHIONS FOR THE TREAT- 
MENT AND PREVENTION OF PRESSURE ULCERS, 
PAIN AND POOR POSTURE (U.S. CLS. 26, 39 AND 44). 

FIRST USE 9-21-1992; IN COMMERCE 9-21-1992. 
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SN 74-732,940. MBFUSA, ITASCA, IL. FILED 


9-22-1995. 


INC., 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PREMIER CONDOMS”, APART FROM THE MARK 
AS SHOWN. 

FOR CONDOMS (U.S. CLS. 26, 39 AND 44). 


SN 75-029,422. DENTAURUM J.P. WINKELSTROETER 
KG, D-75228 ISPRINGEN, FED REP GERMANY, FILED 
12-7-1995. 


DISCOVERY 


OWNER OF FED REP GERMANY REG. NO. 395322189, 
DATED 4-3-1996, EXPIRES 8-31-2005. 

FOR DENTAL AND ORTHODONTIC APPLIANCES 
FOR CORRECTING THE POSITION OF THE TEETH, 
NAMELY, BRACKETS AND BUCCAL TUBES (U.S. CLS. 
26, 39 AND 44). 


SN 75-043,402. VIATRO, CORP., MIDDLEBURG HEIGHTS, 
OH. FILED 1-16-1996. 


VIRAPUMP 


OWNER OF U.S. REG. NO. 1,974,962. 

FOR MEDICAL APPARATUS, NAMELY, A DEVICE 
FOR PUMPING DISINFECTING LIQUIDS INTO RIGID 
AND FLEXIBLE MEDICAL INSTRUMENTS (U.S. CLS. 26, 
39 AND 44). 

FIRST USE 7-5-1995; IN COMMERCE 11-2-1995. 


SN 75-048,218. LI MEDICAL TECHNOLOGIES, 
SHELTON, CT. FILED 1-25-1996. 


INC., 


SUPERFIX 


FOR SURGICAL INSTRUMENTS, NAMELY ORTHOPE- 
DIC AND SOFT TISSUE FIXATION DEVICES (U.S. CLS. 
26, 39 AND 44). 
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SN 75-053,873. IMRE CORPORATION, SEATTLE, WA. 
FILED 2-6-1996. 


CYPRESS 


FOR MEDICAL DEVICE, NAMELY, AN IMMUNO-AD- 
SORPTION COLUMN FOR TREATING IMMUNE SYSTEM 
AND/OR BLOOD DISORDERS IN THE FIELDS OF IM- 
MUNOLOGY, HEMATOLOGY AND HEMATOLOGY/ON- 
COLOGY (U.S. CLS. 26, 39 AND 44). 


SN 75-063,463. PACKAGING SERVICE CORPORATION OF 
KENTUCKY, LOUISVILLE, KY. FILED 2-26-1996. 


DERMAFLUFF 


OWNER OF U.S. REG. NOS. 1,292,022, 1,423,745 AND 
1,691,334. 

FOR THERAPEUTIC PILLOWS, BOLSTER PILLOWS, 
POSITIONING PILLOWS AND PILLOW-TYPE WEDGES 
USED TO MOVE, TURN AND POSITION BEDRIDDEN 
PATIENTS (U.S. CLS. 26, 39 AND 44). 

FIRST USE 1-15-1996; IN COMMERCE 1-15-1996. 


SN 75-068,291. SHIPPERT MEDICAL TECHNOLOGIES 
CORPORATION, ENGLEWOOD, CO. FILED 3-6-1996. 


MED-WICK 


FOR APPARATUS FOR DELIVERY OF MEDICATION 
AND IRRIGATING FLUID TO NASAL AND SINUS CAV- 
ITIES, COMPRISED OF ONE OR MORE TUBES AND 
FOAM MATERIAL (U.S. CLS. 26, 39 AND 44). 


SN 75-068,353. AEQUITRON MEDICAL, INC., MINNEAPO- 
LIS, MN. FILED 3-6-1996. 


AESVITRON 
Ca a 


OWNER OF U.S. REG. NO. 1,678,391. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICAL”, APART FROM THE MARK AS 
SHOWN. 

FOR APPARATUS FOR MONITORING AND RECORD- 
ING RESPIRATION AND HEARTBEAT OF PATIENTS 
AND FOR ANALYZING SAME AND DIAGNOSING MED- 
ICAL CONDITIONS SUCH AS APNEA AND FOR GENER- 
ATING DIAGNOSTIC ALARMS (U.S. CLS. 26, 39 AND 44). 

FIRST USE 4-0-1983; IN COMMERCE 8-0-1994. 
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SN 75-076,585. CARDIAC PACEMAKERS, INC., ST. PAUL, 
MN. FILED 3-21-1996. 


RHYTHMLINE 


FOR MEDICAL DIAGNOSTIC EQUIPMENT FOR MON- 
ITORING AND ADJUSTING CARDIAC RHYTHM MAN- 
AGEMENT DEVICES FROM A REMOTE LOCATION VIA 
TELEPHONE LINES (U.S. CLS. 26, 39 AND 44). 


SN 75-082,461. SMITH & NEPHEW RICHARDS, INC., 
MEMPHIS, TN. FILED 4-2-1996. 


FLEX-LOK 


OWNER OF U.S. REG. NO. 1,652,993. 

FOR ORTHOPEDIC INSTRUMENTS AND APPLI- 
ANCES, NAMELY, KNEE PROSTHESES (U.S. CLS. 26, 39 
AND 44). 

FIRST USE 4-0-1983; IN COMMERCE 4-0-1983. 


SN 75-082,463. SMITH & NEPHEW DONJOY, INC., MEM- 
PHIS, TN. FILED 4-2-1996. 


MC WALKER 


FOR POSTOPERATIVE IMMOBILIZATION SPLINT 
FOR THE FOOT AND ANKLE (USS. CLS. 26, 39 AND 44). 


SN 75-089,390. GAMBRO AB, S-220 10 LUND, SWEDEN, 
FILED 4-16-1996. 


LUNDIA ALPHA 


OWNER OF U.S. REG. NO. 972,483. 
FOR DIALYZERS (U.S. CLS. 26, 39 AND 44). 
FIRST USE 3-0-1992; IN COMMERCE 3-0-1992. 


SN 75-092,594. SENTECH MEDICAL SYSTEMS, 
FORT LAUDERDALE, FL. FILED 4-22-1996. 


INC., 


SENTECH MEDICAL 
SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICAL SYSTEMS”, APART FROM THE MARK 
AS SHOWN. 

FOR MEDICAL EQUIPMENT, NAMELY BEDDING 
AND SEATING FOR USE IN PREVENTING OR REDUC- 
ING SKIN BREAKDOWN (U.S. CLS. 26, 39 AND 44). 

FIRST USE 1-1-1996; IN COMMERCE 2-29-1996. 
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SN 75-095,317. BELTONE ELECTRONICS CORPORATION, 
CHICAGO, IL. FILED 4-29-1996. 


CSP II (COMFORT SIGNAL 
PROCESSING) 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMFORT SIGNAL PROCESSING”, APART FROM 
THE MARK AS SHOWN. 

FOR HEARING AIDS (U.S. CLS. 26, 39 AND 44). 


SN 75-096,729. ACTIVATOR METHODS, INC., PHOENIX, 
AZ. FILED 4-30-1996. 


ANALYZER-2000 


FOR MEDICAL INSTRUMENTS IN THE NATURE OF A 
SYSTEM FOR NON-INVASIVELY DETERMINING DY- 
NAMIC STIFFNESS OF THE CERVICAL SPINE, 
NAMELY, DYNAMIC FORCE APPLYING APPARATUS, 
FREQUENCY MEASURING AND DETECTING APPARA- 
TUS AND DATA PROCESSING APPARATUS FOR CALU- 
LATING FREQUENCY RESPONSE OF MUSCULAR 
SKELETAL STRUCTURES (U.S. CLS. 26, 39 AND 44). 


SN 75-097,467. MEDNEXT INC., WEST PALM BEACH, FL. 
FILED 5-1-1996. 


MICROSCULPTOR 


FOR MICRO SURGICAL DRILL (U.S. CLS. 26, 39 AND 
44). 


SN 75-098,310. SPORT WARPZ, 
- FILED 3-3-1996. 


INC., CHICAGO, IL. 


FOR INSULATED CARRYING CASE FOR HOT AND 
COLD PACKS FOR THERAPEUTIC USE (U.S. CLS. 26, 39 
AND 44). 

FIRST USE 1-15-1996; IN COMMERCE 1-15-1996. 


SN 75-100,103. JB RESEARCH, INC., BELLFLOWER, CA. 
FILED 5-7-1996. 


ULTRA-MASSAGE 


FOR ELECTRONIC VIBRATORY MASSAGE PADS 
AND CUSHIONS WITH CONTROLLERS (U.S. CLS. 26, 39 
AND 44). 
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SN 75-100,307. CARDIOVASCULAR DYNAMICS, INC., 
IRVINE, CA. FILED 5-8-1996. 


MAY THE FORCE BE WITH 
YOU 


FOR MEDICAL DEVICES, NAMELY, DIAGNOSTIC 
AND THERAPEUTIC CORONARY ANGIOPLASTY DE- 
VICES, DIAGNOSTIC AND THERAPEUTIC PERIPHER- 
AL ANGIOPLASTY DEVICES, AND VASCULAR ACCESS 
NEEDLES, MONITORS, PATCHES AND PORTS (USS. 
CLS. 26, 39 AND 44). 


SN 75-100,856. SELFCARE INC., WALTHAM, MA. FILED 
5-8-1996. 


EXCEL 


FOR DISPOSABLE GLUCOSE TEST STRIPS FOR USE 
WITH BLOOD GLUCOSE METERS (U.S. CLS. 26, 39 AND 
44). 


SN 75-101,820. MEDISYS TECHNOLOGIES, INC., BATON 
ROUGE, LA. FILED 5-9-1996. 


SOFCEPS 


FOR OBSTETRICAL APPARATUS FOR FETUS DELIV- 
ERY (U.S. CLS. 26, 39 AND 44). 


SN 75-105,886. NELLCOR PURITAN BENNETT INCORPO- 
RATED, PLEASANTON, CA. FILED 5-17-1996. 


T-PAP 
FOR MEDICAL DEVICES FOR TREATING SLEEP 


APNEA (U.S. CLS. 26, 39 AND 44). 


SN 75-106,209. NELLCOR PURITAN BENNETT INCORPO- 
RATED, PLEASANTON, CA. FILED 5-16-1996. 


TRENDPAP 


FOR MEDICAL DEVICES FOR TREATING SLEEP 
APNEA (U.S. CLS. 26, 39 AND 44). 





JANUARY 7, 1997 


CLASS 10—(Continued). 


SN 75-106,308. CABOT SAFETY INTERMEDIATE CORPO- 
RATION, SOUTHBRIDGE, MA. FILED 5-20-1996. 


NOISE FILTER 


OWNER OF U.S. REG. NO. 1,593,644. 

SEC.2F). . 

FOR HEARING PROTECTION DEVICES, NAMELY, 
FOAM EARPLUGS FOR NOISE REDUCTION (U.S. CLS. 
26, 39 AND 44). 

FIRST USE 4-22-1988; IN COMMERCE 4-22-1988. 


SN 75-106,360. ORION CORPORATION, FIN-02200 ESPOO, 
FINLAND, FILED 5-20-1996. 


QUIKREAD 


FOR ELECTRONIC MEDICAL DIAGNOSTIC APPARA- 
TUS AND MEDICAL INSTRUMENTS FOR MEASURING 
ANALYTES IN BODY FLUIDS (U.S. CLS. 26, 39 AND 44). 

FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. 


SN 75-106,446. CENTRIX, INC., SHELTON, CT. FILED 
5-20-1996. 


SHINOLA 


FOR DENTAL CUPS AND POINTS USED WITH A 
HAND PIECE FOR POLISHING RESTORATIONS (U.S. 
CLS. 26, 39 AND 44). 


SN 75-106,451. WALKWELL INTERNATIONAL, 
BOISE, ID. FILED 5-20-1996. 


INC., 


DORSIWEDGE 


FOR FOOT ORTHOTCIS, NAMELY, A NIGHTTIME 
SPLINT WITH AN ORTHOTIC WEDGE (USS. CLS. 26, 39 
AND 44). 


SN 75-108,099. SIEMENS MEDICAL SYSTEMS, _INC., 
ISELIN, NJ. FILED 5-22-1996. 


E.CAM 


FOR SCINTILLATION CAMERA FOR DIAGNOSTIC 
MEDICAL IMAGING (U.S. CLS. 26, 39 AND 44). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-108,151. VISTA MEDICAL TECHNOLOGIES, 
CARLSBAD, CA. FILED 5-22-1996. 


MIM 


FOR MEDICAL INSTRUMENTS AND DEVICES, 
NAMELY, ENDOSCOPES AND RELATED DEVICES FOR 
USE IN VISUALIZING THE HEART DURING SURGERY 
(U.S. CLS. 26, 39 AND 44). 


SN 75-108,227. BOSTON SCIENTIFIC TECHNOLOGY, 
INC., MAPLE GROVE, MN. FILED 5-22-1996. 


EAG 


FOR MEDICAL DEVICE KIT COMPRISED OF CATH- 
ETERS, INTRODUCER SHEATHS, STENTS AND 
GUIDEWIRES (U.S. CLS. 26, 39 AND 44). 


SN 75-108,849. STELKAST INCORPORATED, PITTS- 
BURGH, PA. FILED 5-3-1996. 


FOR KNEE PROSTHESES (U.S. CLS. 26, 39 AND 44). 


SN 75-108,880. DEL MAR AVIONICS, IRVINE, CA. FILED 
5-23-1996. 


STRATASCAN 


OWNER OF U.S. REG. NO. 1,711,449. 

FOR MEDICAL APPARATUS, NAMELY, A COMPUTER 
WITH DISC, TAPE; KEYBOARD, AND MOUSE INPUT 
DEVICES, AND WITH ASSORTED DISPLAY AND 
PRINTER OUTPUT DEVICES, AS AN INTEGRAL COM- 
PONENT OF AN ELECTROCARDIOGRAPH (ECG) SCAN- 
NER/ANALYZER (U.S. CLS. 26, 39 AND 44). 

FIRST USE 12-28-1990; IN COMMERCE 12-28-1990. 
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APPARATUS 


SN 75-109,944. HIKIN, BARRY, HILLSBORO BEACH, FL. 
FILED 5-24-1996. SN 74-463,357. THERMO KING CORPORATION, MINNE- 
APOLIS, MN. FILED 11-26-1993. 


CONDOMMAXIMUM ZER-O 


FOR ENVIRONMENTALLY SAFE TRANSPORT RE- 
NO 


FOR CONDOMS (US. CLS. 26, 39 AND 44). 
FRIGERATION AND HEATING UNITS HAVING 
OZONE DEPLETION SUBSTANCES AND NO CHLORO- 


FLUOROHYDROCARBONS (US. CL. 34). 


SN 75-110,069. BAXTER INTERNATIONAL INC., DEER- 


FIELD, IL. FILED 5-28-1996. 
SN 75-018,847. COLLEGE LIGHTS, INC., OVER! AND 


PSN PARK, KS. FILED 11-8-1995. 


FOR HEMODIALYSIS DIALYZER (U.S. CLS. 26, 39 AND COLLEGE LIGHTS 


44). 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIGHTS”, APART FROM THE MARK AS SHOWN. 
FOR NEON ILLUMINATED VINYL GRAPHIC DESIGN 
FOR HANGING OR DESK MOUNTED DISPLAY (U.S. 


CLS. 13, 21, 23, 31 AND 34). 


SN 75-111,328. NITINOL MEDICAL TECHNOLOGIES, 
INC., BOSTON, MA. FILED 5-29-1996. 


DAISY PATCH 


FOR OCCLUDER FOR REPAIR OF CARDIAC AND 


VASCULAR DEFECTS (U.S. CLS. 26, 39 AND 44). 
ate ass FOLDED AND FORMED 


SN 75-034,810. TRENT, INC., PHILADELPHIA, PA. FILED 
12-20-1995. 


SN 75-112,223. BATH & BODY WORKS, INC., COLUMBUS, 
OH. FILED 5-31-1996. SEC. 2(F). 
FOR HEATING ELEMENTS FOR INDUSTRIAL OVENS 
AND INDUSTRIAL FURNACES (US. CLS. 13, 21, 23, 31 


CREATURE COMFORTS FIRST ‘USE 10-31-1939; IN COMMERCE 10-31-1939. 


FOR NON-ELECTRIC AND NON-MECHANICAL MAS- 
SAGERS (U.S. CLS. 26, 39 AND 44). 
SN 75-069,479. LASKO METAL PRODUCTS, WEST CHES- 
TER, PA. FILED 3-6-1996. 


SN_ 75-113,853. CONNIE STEVENS FOREVER SPRING AIR COMPANION 


THE BEAUTY SYSTEM INC., WEST HOLLYWOOD, CA. 
FILED 6-4-1996. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AIR”, APART FROM THE MARK AS SHOWN. 


TIME MACHINE FOR ELECTRIC FANS (U.S. CLS. 13, 21, 23, 31 AND 34). 


FOR ELECTRONIC MASSAGE APPARATUS FOR THE 

SKIN (U.S. CLS. 26, 39 AND 44). 
SN 75-078,149. CULLIGAN INTERNATIONAL COMPANY, 

NORTHBROOK, IL. FILED 3-25-1996. 


FIRST USE 11-0-1989; IN COMMERCE 11-0-1989. 
WATERWARE BY 


SN 75-116,664. BIOSTERILE TECHNOLOGY, INC., FORT 
CULLIGAN 


WAYNE, IN. FILED 6-10-1996. 


OWNER OF U.S. REG. NOS. 683,671 AND 1,365,112. 
FOR WATER FILTERING AND TREATING APPARA- 


BIOSIRIS 
TUS FOR DOMESTIC USE (US. CLS. 13, 21, 23, 31 AND 


FOR APPARATUS FOR STERILIZING MEDICAL 34). 
FIRST USE 3-5-1996; IN COMMERCE 3-5-1996. 


WASTE (US. CLS. 26, 39 AND 44). 
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SN 75-083,596. USI ENVIRONMENTAL RECLAMATION, 
LTD., WEST BEND, WI. FILED 4-1-1996. 


ENVIRO-SPA 


FOR SHOWER HEADS AND DIVERTER VALVES (U.S. 
CLS. 13, 21, 23, 31 AND 34). 


SN 75-086,964. GREENE MANUFACTURING, INC., STUR- 
TEVANT, WI. FILED 4-9-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BARBECUE PRODUCTS”, APART FROM THE 
MARK AS SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR BARBECUE GRILLS, SMOKER GRILLS, AND RE- 
PLACEMENT PARTS THEREFOR (U.S. CLS. 13, 21, 23, 31 
AND 334). 


CLASS 12—-VEHICLES 


SN 74-629,633. RILEY, GORMAN, HAMILTON, GA. FILED 
2-3-1995. 


BUCKHAULER 


FOR TRAILER PARTS, NAMELY, A HITCHHAUL AND 
ASSOCIATED PARTS THEREOF, NAMELY, TOEBARS, 
SAFETY CHAINS, SUPPORT LEGS AND TOWING 
HITCHES (USS. CLS. 19, 21, 23, 31, 35 AND 44). 


SN 74-702,299. HOUSE OF CAROLINA, INC., MT. PLEAS- 
ANT, SC. FILED 7-17-1995. 


SEAT SACK 


FOR AUTOMOBILE SEAT ATTACHMENT, NAMELY, 
POUCH FOR HOLDING SUNDRY ITEMS (U.S. CLS. 19, 21, 
23, 31, 35 AND 44). 

FIRST USE 6-6-1993; IN COMMERCE 2-19-1994. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 12—(Continued). 


SN 75-005,009. ROCKY MOUNTAIN BICYCLE COMPANY 
LTD., DELTA, BRITISH COLUMBIA, CANADA, FILED 
10-13-1995. 


CARDIAC 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 780,374, FILED 4-13-1995. 

FOR BICYCLES (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 

FIRST USE 11-20-1995; IN COMMERCE 11-20-1995. 


SN 75-021,118. EATON CORPORATION, CLEVELAND, 
OH. FILED 11-20-1995. 


SUPER 40 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUPER”, APART FROM THE MARK AS SHOWN. 

FOR AUTOMOTIVE TRANSMISSIONS (U.S. CLS. 19, 21, 
23, 31, 35 AND 44). 


SN 75-032,126. HAUCK GMBH & CO. KG, 96242 SONNE- 
FELD, FED REP GERMANY, FILED 12-13-1995. 


SHOPPER 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FED REP 
GERMANY APPLICATION NO. 395.28.799.5, FILED 
7-13-1995, REG. NO. 39528799, DATED 2-29-1996, EXPIRES 
7-31-2005. 

FOR PRAMS; IN PARTICULAR STROLLERS; BUGGIES; 
PORTABLE CHILD SEATS, IN PARTICULAR CHILD 
CAR SEATS AND/OR CHILD SEATS FOR CONNECTION 
TO A PRAM OR BUGGY (USS. CLS. 19, 21, 23, 31, 35 AND 
44). 


SN 75-084,249. COAST DISTRIBUTION SYSTEM, THE, 
SAN JOSE, CA. FILED 4-5-1996. 


SUSPENSION PRO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUSPENSION”, APART FROM THE MARK AS 
SHOWN. 

FOR TRAILER STRUCTURAL CHASSIS PARTS, 
NAMELY, SPRINGS, BEARINGS, BOLTS, HUBS, U- 
BOLTS, ROLLER BRACKETS, BOAT ROLLERS, 
WHEELS, AND RIMS (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 
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SN 75-089;361. WAYNE ENGINEERING CORPORATION, 
CEDAR FALLS, IA. FILED 4-16-1996. 


PUP 


FOR REFUSE COMPACTION AND TRANSPORT CON- 
TAINERS FOR MOUNTING ON VEHICLES (US. CLS. 19, 
21, 23, 31, 35 AND 44). 

FIRST USE 8-4-1972; INCOMMERCE 8-4-1972. 


SN 75-102,720. JAY MEDICAL LTD., BOULDER, CO. 
FILED 5-13-1996. 


XTREME 


FOR WHEELCHAIR SEAT CUSHIONS (U.S. CLS. 19, 21, 
23, 31, 35 AND 44). 


SN 75-132,422. PEPSICO, INC., PURCHASE, NY. FILED 
7-11-1996. 


PEPSI STUFF 


OWNER OF USS. REG. NOS. 111,508 AND 824,150. 
FOR BICYCLES (U.S. CLS. 19, 21, 23, 31, 35 AND 44). 
FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


SN 75-132,767. NISSAN MOTOR CORPORATION IN U.S.A., 
GARDENA, CA. FILED 7-11-1996. 


LIFE IS A JOURNEY. 
ENJOY THE RIDE. 


FOR MOTOR VEHICLES, NAMELY, AUTOMOBILES, 
TRUCKS, VANS, SPORT UTILITY VEHICLES, AND 
STRUCTURAL PARTS THEREFOR (U.S. CLS. 19, 21, 23, 
31, 35 AND 44). 


CLASS 14—JEWELRY 


SN 74-632,975. SIMKIN, 
2-13-1995. 


ALEX, SUNRISE, FL. FILED 


HOOP-UPS 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 5-25-1991; IN COMMERCE 5-25-1991. 
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SN 74-703,033. ACII CORP., BLOOMINGTON, MN. FILED 
7-18-1995. 


CLASSIC IMPRESSIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLASSIC”, APART FROM THE MARK AS SHOWN. 

FOR JEWELRY (US. CLS. 2, 27, 28 AND 50). 

FIRST USE 9-7-1995; IN COMMERCE 9-7-1995. 


SN 74-710,100. J. CREW INTERNATIONAL, INC., WIL- 
MINGTON, DE. FILED 8-2-1995. 


J. CREW 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR NECKLACES, EARRINGS, BRACELETS AND 
RINGS (U.S. CLS. 2, 27, 28 AND 50). 


1,308,888, 1,793,494 AND 


SN 74-727,231. NEW YORK, ATHLETIC CLUB, THE, NEW 
YORK, NY. FILED 9-11-1995. 


NYAC 


FOR JEWELRY, NAMELY, WATCHES, CUFFLINKS, 
BELT BUCKLES OF PRECIOUS METAL FOR CLOTH- 
ING, TROPHIES MADE OF PRECIOUS METAL AND TIE 
PINS (U.S. CLS. 2, 27, 28 AND 50). 

FIRST USE 4-0-1920; IN COMMERCE 4-0-1920. 


SN 75-036,355. SCOTT KEATING SILVER, SNOWMASS, 
CO. FILED 12-7-1995. 


el 


FOR SEMI-PRECIOUS 18 KARAT AND STERLING 
SILVER JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 4-1-1995; IN COMMERCE 4-1-1995. 
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SN 75-073,271. MEL BERNIE AND COMPANY, BURBANK, 
CA. FILED 3-15-1996. 


BIBLICAL INSPIRATIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BIBLICAL”, APART FROM THE MARK AS 
SHOWN. 

FOR JEWELRY (US. CLS. 2, 27, 28 AND 50). 


SN 75-076,565. COSMEDIC CONCEPTS, INC., DBA PHI- 
LOSOPHY VOLUME 1, TEMPE, AZ. FILED 3-21-1996. 


SOUL MATES 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 


SN 75-080,846. KABUSHIKI KAISHA HATTORI SEIKO, TA 
SEIKO CORPORATION, TOKYO 104, JAPAN, FILED 
3-29-1996. 


TRILALUM 


FOR WATCHES, CLOCKS, STOP WATCHES, CASES 
AND PARTS THEREFOR (U.S. CLS. 2, 27, 28 AND 50). 


SN 75-106,789. S.F. GIOIELLI. S.R.L., ROME, ITALY, 
FILED 5-20-1996. 


Z 


FOR GOLD AND SILVER JEWELRY (U.S. CLS. 2, 27, 28 
AND 50). 
FIRST USE 12-0-1991; IN COMMERCE 7-0-1994. 
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SN 75-111,390. LOITZ, GERHARD, GREENWICH, CT. 
FILED 5-29-1996. 


BLINKY 


FOR WRIST-WATCHES, POCKET-WATCHES, CLOCKS, 
WATCH-BRACELETS (U.S. CLS. 2, 27, 28 AND 50). 


SN 75-111,671. PIGGALETTA, INC., NEW YORK, NY. 
FILED 5-30-1996. 


M.J. KNOUD 


THE NAME “M.J. KNOUD” DOES NOT IDENTIFY A 
LIVING INDIVIDUAL. 

FOR ARTICLES MADE WHOLLY OR IN PART OF 
PRECIOUS METALS, NAMELY, BELT BUCKLES, CUFF 
LINKS, BRACELETS, NECKLACES, EARRINGS, RINGS, 
CIGARETTE LIGHTERS, PENS, AND WATCHES; ARTI- 
CLES MADE WHOLLY OR IN PART OF NON-PRECIOUS 
METALS AND/OR PLASTICS, NAMELY, CUFF LINKS, 
BRACELETS, NECKLACES, EARRINGS, RINGS, LAPEL 
PINS, AND WATCHES (U.S. CLS. 2, 27, 28 AND 50). 


SN 75-115,720. MONTE CARLO DESIGNS, INC., NEW 
YORK, NY. FILED 6-7-1996. 


MCD 


FOR JEWELRY MADE OF PRECIOUS AND SEMI-PRE- 
CIOUS METALS WITH OR WITHOUT PRECIOUS OR 
SEMI-PRECIOUS STONES (U.S. CLS. 2, 27, 28 AND 50). 

FIRST USE 1-2-1996; IN COMMERCE 1-2-1996. 


SN 75-116,326. TACOA, INC., WINTER PARK, FL. FILED 
6-10-1996. 


TACOA 


FOR JEWELRY (US. CLS. 2, 27, 28 AND 50). 
FIRST USE 3-0-1964; IN COMMERCE 3-0-1964. 


SN 75-116,387. ROMAN RESEARCH, INC., PEMBROKE, 
MA. FILED 6-10-1996. 


BODITUDE 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
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SN 75-118,547. EKRU INC., WARWICK, RI. FILED SN 75-121,566. SANDBERG & SIKORSKI DIAMOND COR- 
PORATION, NEW YORK, NY. FILED 6-17-1996. 


TITIAN 
Collection 


OWNER OF U.S. REG. NO. 1,858,530. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 


SHOWN. 
THE NAME “A. JAFFE” IN THE MARK DOES NOT 


REFER TO A LIVING INDIVIDUAL. 
FOR JEWELRY (US. CLS. 2, 27, 28 AND 50). 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
SN 75-123,195. ARTIME S.A., CH - 2000 NEUCHATEL, 
SWITZERLAND, FILED 6-21-1996. 


CADET 


SN 75-121,304. CLYDE DUNEIER, INC., NEW YORK, NY. one elegy A co Ww an oa 
WATCHES, HALL CLOCKS, WALL CLOCKS, ALARM 
CLOCKS (U.S. CLS. 2, 27, 28 AND 50). 


FILED 6-14-1996. 


SN 75-128,383. OROAMERICA, INC., BURBANK, CA. 


BLUSH GOLD 
FILED 7-1-1996. 
CIRCLES OF LIFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOLD”, APART FROM THE MARK AS SHOWN. 
FOR GOLD JEWELRY INCLUDING BRACELETS, FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 


NECKLACES, EARRINGS AND RINGS (U.S. CLS. 2, 27, 28 


AND 50). 
MONSOON, OAKLAND, CA. FILED 


SN 75-130,517. 
7-5-1996. 


MNSN 


SN 75-121,366. LUGOSCH, RONNA, ROUND POND, ME. 
FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 


FILED 6-7-1996. 
SN 75-132,175. WITTNAUER INTERNATIONAL INC., 
NEW ROCHELLE, NY. FILED 6-24-1996. 


LUGOSCH 
TILL THE END OF TIME 


FOR WATCHES (U.S. CLS. 2, 27, 28 AND 50). 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 0-0-1989; IN COMMERCE 0-0-1989. 
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SN 75-132,414. PEPSICO, INC., PURCHASE, NY. FILED 
7-11-1996. 


NOTHING ELSE IS A PEPSI 


OWNER OF U.S. REG. NOS. 111,508 AND 824,150. 
FOR WATCHES (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


SN 75-132,916. PEPSICO, INC., PURCHASE, NY. FILED 
7-11-1996. 


PEPSI STUFF 


OWNER OF U.S. REG. NOS. 111,508 AND 824,150. 
FOR WATCHES (U.S. CLS. 2, 27, 28 AND 50). ~ 
FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


SN 75-135,305. STUDIO KARU, EAST MEADOW, NY. 
FILED 7-17-1996. 


KARU 


FOR JEWELRY (US. CLS. 2, 27, 28 AND 50). 


SN 75-136,605. SAMUEL AARON, INC., LONG ISLAND 
CITY, NY. FILED 7-19-1996. 


ROYAL FAMILY 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 


SN 75-138,293. SEIKO CLOCK KABUSHIKI KAISHA, TA 
SEIKO CLOCK INC., TOKYO, JAPAN, FILED 7-10-1996. 


SKC 


FOR WATCHES, CLOCKS, STOP WATCHES; MOVE- 
MENTS FOR WATCHES, CLOCKS AND STOP WATCHES; 
CASES, PARTS AND FITTINGS FOR ALL THE AFORE- 
SAID GOODS (U.S. CLS. 2, 27, 28 AND 50). 


SN 75-138,294. SEIKO PRECISION KABUSHIKI KAISHA, 
TA SEIKO PRECISION INC., TOKYO, JAPAN, FILED 
7-10-1996. 


SKP 


FOR WATCHES, CLOCKS, STOP WATCHES; MOVE- 
MENTS FOR WATCHES, CLOCKS AND STOP WATCHES; 
CASES, PARTS AND FITTINGS FOR ALL THE AFORE- 
SAID GOODS (U.S. CLS. 2, 27, 28 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-975,370. STRAIGHT ARROW PUBLISHERS COMPA- 
NY, L.P.. NEW YORK, NY. ASSIGNEE OF STRAIGHT 
ARROW PUBLISHERS, INC., NEW YORK, NY. FILED 


OWNER OF U.S. REG. NOS. 1,574,947 AND 1,588,810. 

THE LINING IN THE DRAWING IS A FEATURE OF 
THE MARK AND IS NOT INTENTED TO INDICATE 
COLOR. 

FOR CLOCKS, WATCHES AND WATCHBANDS (U.S. 
CLS. 2, 27, 28 AND 50). 


CLASS 15—MUSICAL INSTRUMENTS 


SN 74-480,343. YAMAHA CORPORATION, HAMAMATSU- 
SHI, SHIZUOKA-KEN, JAPAN, FILED 1-19-1994. 


VIRTUAL ACOUSTIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ACOUSTIC”, APART FROM THE MARK AS 
SHOWN. 

FOR MUSICAL SYNTHESIZERS (U.S. CLS. 2, 21 AND 
36). 

FIRST USE 8-19-1994; IN COMMERCE 8-19-1994. 


SN 74-735,359. J. DDADDARIO & COMPANY, INC., FARM- 
INGDALE, NY. FILED 9-28-1995. 


KAPLAN 


SEC. 2(F). 
FOR STRINGS FOR MUSICAL INSTRUMENTS (U.S. 


CLS. 2, 21 AND 36). 
FIRST USE 0-0-1905; IN COMMERCE 0-0-1905. 


SN 75-093,580. SELMER COMPANY, INC., THE, ELK- 
HART, IN. FILED 4-22-1996. 


WHAT ALL GREAT MUSIC 
GOES THROUGH 


FOR MUSICAL INSTRUMENTS (U.S. CLS. 2, 21 AND 
36). 
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SN 75-096,275. DAITO CORP. USA, LONGWOOD, FL. 
FILED 4-29-1996. 


DENBA-DON 


FOR PERCUSSION INSTRUMENTS (U.S. CLS. 2, 21 AND 
36). 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


SN 74-432,779. NATIONAL COUNCIL OF STATE BOARDS 
OF NURSING, INC., CHICAGO, IL. FILED 9-3-1993. 


NCLEX-PN 


OWNER OF USS. REG. NO. 1,577,712. 

SEC. 2(F). 

FOR INSTRUCTION SHEETS, EDUCATIONAL BOOK- 
LETS AND PRINTED TEST SHEETS RELATED TO 
NURSING LICENSURE AND NURSING EXAMINATIONS 
(U.S. CL. 38). 

FIRST USE 9-0-1981; IN COMMERCE 9-0-1981. 


SN 74-479,229. VICTORIAN PAPER CO., INC., KANSAS 
CITY, MO. ASSIGNEE OF VICTORIAN PAPERS, 
KANSAS CITY, MO. FILED 1-12-1994. 


V 
G 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VICTORIAN GREETINGS”, APART FROM THE 
MARK AS SHOWN. 

FOR GREETING CARDS AND STATIONERY (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 10-2-1988; IN COMMERCE 10-2-1988. 


SN 74-484,400. CUC PUBLISHING, INC., AURORA, CO. AS- 
SIGNEE OF CUC INTERNATIONAL INC., STAMFORD, 
CT. FILED 1-28-1994. 


PASSBOOK DINING 


OWNER OF U.S. REG. NOS. 1,817,519 AND 1,831,306. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DINING”, APART FROM THE MARK AS SHOWN. 

FOR PROMOTING THE RESTAURANT SERVICES OF 
OTHERS THROUGH THE DISTRIBUTION OF DISCOUNT 
CARDS AND BOOKS TO MEMBERS (U.S. CL. 38). 

FIRST USE 11-5-1993; IN COMMERCE 11-5-1993. 
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SN 74-514,387. XPLAIN CORPORATION, LOS ANGELES, 
CA. FILED 4-19-1994. 


MACTECH 


FOR PERIODICAL MAGAZINE RELATED. TO COM- 
PUTER HARDWARE AND SOFTWARE (USS. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 12-0-1992; IN COMMERCE 12-0-1992. 


SN 74-519,436. SWIFT, WILLIAM D., DBA HEALTH RE- 
SEARCH REVIEW, ALBUQUERQUE, NM. FILED 
4-22-1994. 


HEALTH HELPER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH”, APART FROM THE MARK AS SHOWN. 

FOR PRINTED MATERIAL, NAMELY, A SERIES OF 
INFORMATION CARDS IN THE FIELD OF HEALTH 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 74-530,188. MERZ & KRELL GMBH & CO., 64401 
GROSS-BIEBERAU, FED REP GERMANY, FILED 
5-27-1994. 


ERO 


OWNER OF FED REP GERMANY REG. NO. 637531, 
DATED 4-28-1953, RENEWED AS REG. NO. 637531, 
DATED 2-2-1960, EXPIRES 2-2-2000. 

FOR WRITING INSTRUMENTS, NAMELY BALL 
POINT PENS, FOUNTAIN PENS, PENCILS, DRAWING, 
COLOR AND MECHANICAL PENCILS (U.S. CL. 37). 


SN 74-542,023. OMNICARE, INC., CINCINNATI, OH. 
FILED 6-24-1994. 


THE OMNICARE 
GUIDELINES 


FOR BOOKS IN THE FIELD OF PHARMACY DISTRIB- 
UTED PRIMARILY TO INSTITUTIONAL HEALTH CARE 
PROVIDERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 74-632,446. BRINDISI, RICHARD, FLORAL PARK, NY. 
FILED 2-10-1995. 


THE VANDAL 


FOR COMIC BOOK MAGAZINES (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 





JANUARY 7, 1997 


CLASS 16—(Continued). 


SN 74-652,538. ONESONG PARTNERS, INC., SAN FRAN- 
CISCO, CA. FILED 3-28-1995. 


ONESONG 


FOR PACKAGING, NAMELY, BLISTER CARDS; 
BOOKS, NAMELY, FANTASY, ADVENTURE, MUSIC, 
FAIRY TALES, TRAVEL, BIOGRAPHIES, SCIENCE FIC- 
TION, MEDITATION AND SPIRITUALITY, AND IN- 
STRUCTIONAL BOOKS ON GAME PLAYING, BUMPER- 
STICKERS, CALENDARS, CARTOON STRIPS, COMIC 
STRIPS, POSTCARDS, POSTERS, AND COLOR PRINTS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 74-686,859. PORETTA, VICTORIA M., DOYLESTOWN, 
PA. FILED 6-12-1995. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MOM’S GUIDE”, APART FROM THE MARK AS 
SHOWN. 

THE LINING SHOWN IN THE DRAWING IS NOT A 
FEATURE OF THE MARK AND IS NOT INTENDED TO 
INDICATE COLOR. THE LINING IS INTENDED FOR 
SHADING PURPOSES ONLY. 

FOR INSTRUCTIONAL SPORTS GUIDE (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 

FIRST USE 6-1-1995; IN COMMERCE 6-1-1995. 


SN 74-690,412. GOLDHIRSH GROUP, INCORPORATED, 
BOSTON, MA. FILED 6-19-1995. 


SMALL BUSINESS 
CONNECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SMALL BUSINESS”, APART FROM THE MARK AS 
SHOWN. 

FOR MAGAZINE PROVIDING INFORMATION AND 
BUSINESS ADVICE ON MATTERS RELATING TO 
SMALL BUSINESSES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 10-26-1993; IN COMMERCE 10-26-1993. 
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SN 74-694,494. HARTFORD FIRE INSURANCE COMPANY, 
HARTFORD, CT. FILED 6-26-1995. 


FOR PRINTED GUIDES, NAMELY BOOKS, NEWSLET- 
TERS, AND BROCHURES FOR USE BY INSURANCE 
AGENTS FEATURING INFORMATION ABOUT COM- 
MERCIAL PRODUCTS AND SERVICES (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 2-20-1995; IN COMMERCE 2-20-1995. 


SN 74-703,325. GOLFTRAK, INC., KAUFMAN, TX. FILED 
7-19-1995. 


G LF 


THE DRAWING IS LINED FOR THE COLOR GOLD. 

FOR KIT COMPRISING OF SEVERAL PRINTED 
FORMS THAT ALLOWS GOLFERS TO RECORD, TRACK 
AND ANALYZE THEIR GOLF GAMES (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 12-0-1994; IN COMMERCE 6-1-1995. 
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SN 74-713,195. BIG DOG HOLDINGS, INC., SANTA BAR- 
BARA, CA. FILED 8-9-1995. 


IF YOU CAN’T RUN WITH 
THE BIG DOGS STAY ON 
THE PORCH 


FOR STICKY NOTE PADS (US. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 
FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 


SN 74-714,162. ZEMBILLAS SPONGE COMPANY, INC., 
CAMPBELL, OH. FILED 8-11-1995. 


: 
| 
| 


ELLA SE EEL LER SSPE ERR CL ERE LES 


THE DRAWING IS LINED FOR THE COLOR SILVER. 
FOR ARTIST BRUSHES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 
FIRST USE 1-12-1993; IN COMMERCE 1-12-1993. 


SN 74-719,805. NORTH AMERICAN PUBLISHING COMPA- 
NY, PHILADELPHIA, PA. FILED 8-24-1995. 


CHANNELS 


FOR TRADE MAGAZINE DIRECTED TO TELEVISION 
AND CABLE PROGRAMMERS CONTAINING INFORMA- 
TION ABOUT AVAILABLE PROGRAMMING AND PRIC- 
ING THEREFOR (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 10-0-1992; IN COMMERCE 10-0-1992. 
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SN 74-723,708. E. J. BRILL N.V., 2321 JC LEIDEN, NETH- 
ERLANDS, FILED 8-31-1995. 


VETUS TESTAMENTUM 


THE ENGLISH TRANSLATION OF THE MARK. IS 
“OLD TESTAMENT.” 

SEC. 2(F). 

FOR JOURNALS IN THE FIELD OF THE OLD TESTA- 
MENT (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 0-0-1951; IN COMMERCE 0-0-1951. 


SN 74-729,583. INSIDE COMMUNICATIONS, INC., BOUL- 
DER, CO. FILED 9-15-1995. 


MOUNTAIN BIKE WORLD 
CUP 


SEC. 2(F). 

FOR MAGAZINES IN THE FIELD OF MOUNTAIN 
BIKE ACTIVITIES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 5-20-1991; IN COMMERCE 5-20-1991. 


SN 74-732,669. JURAN INSTITUTE, INC., WILTON, CT. 
FILED 9-21-1995. 


QUALITY IMPROVEMENT 
TOOLS 


OWNER OF U.S. REG. NO. 1,639,418. 

SEC. 2(F). 

FOR PRINTED MATTER, NAMELY WORKBOOKS 
AND INSTRUCTOR'S KITS USED IN A TRAINING PRO- 
GRAM FOR BUSINESS PROBLEM SOLVING (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-24-1989; IN COMMERCE 7-24-1989. 


SN 74-734,056. RANDOM HOUSE VALUE PUBLISHING, 
INC., NEW YORK, NY. FILED 9-25-1995. 


CRESCENT BOOKS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOOKS”, APART FROM THE MARK AS SHOWN. 
FOR SERIES OF NON-FICTION AND FICTION BOOKS 
ON A VARIETY OF TOPICS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 
FIRST USE 2-0-1993; IN COMMERCE 2-0-1993. 
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SN 74-735,642. CONSUMER FIRST FINANCIAL NET- 
WORK, INC., COLUMBIA, MD. FILED 9-28-1995. 


SSSSSHHSHSHSSSHSSSSHHSSESSHSHESESESOSOEOSESEESEESE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “JOURNAL”, APART FROM THE MARK AS 
SHOWN. 

FOR MAGAZINE FOR HOME BASED AND ENTRE- 
PRENEURIAL BUSINESSES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


SN 74-736,936. SIBILLE DALLE, 94400 VITRY-SUR-SEINE, 
FRANCE, FILED 8-31-1995. 


CORALONDE 


PRIORITY CLAIMED UNDER SEC. 44(D) ON FRANCE 
APPLICATION NO. 95562537, FILED 3-13-1995, REG. NO. 
95/562537, DATED 3-13-1995, EXPIRES 3-13-2005. 

FOR NON OPAQUE TORSION PAPER FOR PACKING 
FOODSTUFFS PRODUCTS AND NO FOODSTUFFS 
PRODUCTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 74-737,005. NATIONAL TECHNICAL INFORMATION 
SERVICE U.S. DEPARTMENT OF COMMERCE, 
SPRINGFIELD, VA. FILED 8-24-1995. 


WORLD NEWS 
CONNECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WORLD NEWS”, APART FROM THE MARK AS 
SHOWN. 

FOR PUBLICATIONS, NAMELY, REPORTS, AB- 
STRACTS, PERIODICALS AND JOURNALS CONTAIN- 
ING FOREIGN NEWS AND INFORMATION, NAMELY, 
MILITARY, POLITICAL, ENVIRONMENTAL, STATISTI- 
CAL, AND SOCIOLOGICAL NEWS, COMMENTARY, 
AND SCIENTIFIC DATA AND REPORTS, AND COMPUT- 
ER MANUALS WHICH INSTRUCT USERS ON ACCESS 
TO THE COMPUTER ONLINE DATABASE FEATURING 
SUCH NEWS AND INFORMATION (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 
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SN 75-003,082. TELEPROFESSIONAL, INC., WATERLOO, 
IA. FILED 10-10-1995. 


TeleProtessional 


SEC. 2(F). 
FOR PRINTED MATTER, NAMELY, MAGAZINES 
ABOUT DEVELOPING AN INSIDE TELEPHONE SALES 
FORCE FOR TELEMARKETING MANAGERS (US. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 1-1-1989; INCOMMERCE 3-1-1989. 


SN 75-004,484. INTERNAL DISPUTE RESOLUTIONS, 
LTD., SAN FRANCISCO, CA. FILED 10-12-1995. 


THE IDR PROGRAM 


OWNER OF U.S. REG. NOS. 1,850,954 AND 1,903,242. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROGRAM”, APART FROM THE MARK AS 
SHOWN. 

FOR PRINTED MATERIALS ON RESOLVING WORK- 
PLACE ISSUES, NAMELY, PREPACKAGED EMPLOYEE 
HANDBOOKS AND MANUALS FEATURING POLICIES 
AND PROCEDURES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 1-15-1989; IN COMMERCE 1-15-1989. 


SN 75-008,022. DARDEN, MARIAN M., NEW ORLEANS, 
LA. FILED 10-19-1995. 


THIS WEEK IN NEW 
ORLEANS 


SEC. 2(F). 

FOR PRINTED MATTER, NAMELY A DIRECTORY OF 
EVENTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-21-1945; IN COMMERCE 7-21-1945. 


SN 75-008,307. NEW YORK APPLE ASSOCIATION, INC., 
THE, FISHERS, NY. FILED 10-20-1995. 


ULTRAGRAPHIC 


FOR CARDBOARD FOR DISPLAY UNITS FOR MER- 
CHANDISING FRUITS, ESPECIALLY APPLES (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 12-1-1995; IN COMMERCE 12-1-1995. 
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SN 75-014,232. MARVEL CHARACTERS, INC., CALABA- 
SAS, CA. AND DC COMICS, NEW YORK, NY. FILED 
11-2-1995. 


AMALGAM 


FOR PUBLICATIONS, NAMELY COMIC BOOKS AND 
COMIC MAGAZINES AND PRINTED STORIES IN ILLUS- 
TRATED FORM FEATURED IN BOOKS AND MAGA- 
ZINES; POSTERS; TRADING CARDS (US. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 


SN 75-014,646. SHAREDATA, INC., SUNNYVALE, CA. 
FILED 11-3-1995. 


EQUITY EDGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EQUITY”, APART FROM THE MARK AS SHOWN. 
FOR PRINTED MATERIALS, INCLUDING NEWSLET- 
TERS, MAGAZINES, BOOKS, REPORTS, BROCHURES 
AND OTHER PUBLICATIONS RELATED TO EMPLOYEE 
COMPENSATION (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-020,212. CIRCULO DE LECTORES, S.A., 08009--BAR- 
CELONA, SPAIN, FILED 11-15-1995. 


GALAXIA GUTENBERG 


OWNER OF SPAIN REG. DATED 
10-16-1995, EXPIRES 11-3-2002. 

THE NAME “GUTENBERG” IS AN HISTORIC NAME 
IDENTIFYING THE FAMOUS GERMAN INVESTOR 
WHO DEVELOPED TYPOGRAPHY. 

THE ENGLISH TRANSLATION OF THE WORD “GA- 
LAXIA” IS “GALAXY”. 

FOR BOOKS, PRINTED REVIEWS, PAMPHLETS, AND 
CATALOGUES IN THE FIELD OF BOOKS, MUSIC AND 
ENTERTAINMENT (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


NO. = 1.728.133, 
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SN 75-029,592. AMERICAN MANAGEMENT SYSTEMS, 
INC., FAIRFAX, VA. FILED 12-8-1995. 


FOR PRINTED PUBLICATIONS, NAMELY, PAM- 
PHLETS AND BOOKLETS ON THE SUBJECT OF COM- 
PUTER TECHNOLOGY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


SN 75-034,556. EDUCATIONAL TEACHING AIDS, 
VERNON HILLS, IL. FILED 12-19-1995. 


DECIMALMODS 


FOR SETS OF PLASTIC PIECES FOR CREATING 
MODELS OF MATHEMATICAL CONCEPTS AND RE- 
LATED TEACHERS GUIDES SOLD AS A UNIT THERE- 
FOR (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 0-0-1993; IN COMMERCE 0-0-1993. 


SN 75-048,392. HUMBLE, MARY S., CRAMERTON, NC. 
FILED 1-25-1996. 


SOUL LIGHTS 


FOR POETRY PRINTS AND GREETING CARDS (US. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 11-7-1995; IN COMMERCE 11-7-1995. 
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SN 75-053,704. PLEASANT COMPANY, MIDDLETON, WI. 


SN 75-053,295. PLEASANT COMPANY, MIDDLETON, WI. 
FILED 2-5-1996. 


FILED 2-5-1996. 


FOR CHILDREN’S BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 
FIRST USE 9-1-1986; IN COMMERCE 9-1-1986. 
FOR CHILDREN’S BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 


38 AND 50). 
FIRST USE 9-1-1991; IN COMMERCE 9-1-1991. 


SN 75-053,750. PLEASANT COMPANY, MIDDLETON, WI. 
FILED 2-5-1996. 


SN 75-053,521. TRACE AMERICA, INC., COLUMBIA, MD. 
FILED 2-5-1996. 


THE FRAUD REPORT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REPORT”, APART FROM THE MARK AS SHOWN. 
SEC. 2(F). 
FOR PUBLICATION OR NEWSLETTER ON INVESTI- 
GATIVE SERVICES RELATING TO INSURANCE 
CLAIMS AND ADJUSTMENTS, INSURANCE FRAUD, 
SKIP TRACING AND FINANCIAL REPORTING (U.S. FOR CHILDREN’S BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 


CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 4-8-1991; IN COMMERCE 4-8-1991. FIRST USE 9-1-1993; IN COMMERCE 9-1-1993. 
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SN 75-076,166. FIRST BRANDS PROPERTIES INC., WIL- 
MINGTON, DE. FILED 3-21-1996. 


VACU-FREEZE 


FOR HOUSEHOLD PLASTIC BAGS FOR PACKAGING, 
SUCH AS, FOOD STORAGE AND FREEZER BAGS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-077,882. MOTOR CAR DEALER FORMS, INC., 
PLAYA DEL REY, CA. FILED 3-25-1996. 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE REPRESENTATION OF THE STATE OF CALI- 
FORNIA AND “FORM”, APART FROM THE MARK AS 
SHOWN. 

FOR PRE-PRINTED BUSINESS FORMS FOR USE IN 
THE AUTOMOTIVE INDUSTRY (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 11-6-1995; IN COMMERCE 11-6-1995. 


SN 75-079,301. MCGRAW-HILL COMPANIES, INC., THE, 
NEW YORK, NY. FILED 3-27-1996. 


DODGE EVERGREEN 


OWNER OF U.S. REG. NO. 941,012. 

FOR WEEKLY NEWS BULLETIN COVERING BUILD- 
ING, ENGINEERING AND CONSTRUCTION ENVIRON- 
MENTAL PROJECTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 
FIRST USE 12-1-1995; IN COMMERCE 2-1-1996. 


SN 75-080,264. ENVELOPMENTS, TUSTIN, CA. FILED 
3-28-1996. 


ENVELOPMENTS 


FOR PAPER GOODS, NAMELY, WRITING, TISSUE 
AND LUMINOUS PAPER, NOTE CARDS, ANNOUNCE- 
MENT CARDS, BLANK CARDS, PAPER SEALS FOR 
STATIONERY USE STICKERS AND ENVELOPES (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-21-1994; IN COMMERCE 7-21-1994. 
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SN 75-084,472. EAST COAST PUBLICATIONS, 
ACCORD, MA. FILED 4-5-1996. 


INC., 


TABAZINE 


FOR PRINTED FOUR-COLOR BUSINESS NEWSPAPER/ 
MAGAZINE CONTAINING IN-DEPTH ARTICLES AS 
WELL AS UP-TO-THE-MINUTE NEWS INFORMATION 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-085,073. T L P, INC., DALLAS, TX. FILED 4-8-1996. 


ROG-TOP LINE PARTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PARTS”, APART FROM THE MARK AS SHOWN. 

FOR CATALOGS IN THE FIELD OF OUTDOOR 
POWER EQUIPMENT, PARTS AND ACCESSORIES (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-5-1996; IN COMMERCE 1-5-1996. 


SN 75-086,006. INTEGRITY PUBLISHING INCORPORAT- 
ED, DALLAS, TX. FILED 4-10-1996. 


EXCLUSIVELY 


OWNER OF U.S. REG. NO. 2,002,859. 

FOR PUBLICATIONS, NAMELY MAGAZINES IN THE 
FIELD OF PROMOTING ECONOMIC DEVELOPMENT 
AND GROWTH FOR CITY, COMMUNITY AND CHARI- 
TABLE ORGANIZATIONS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 2-23-1994; IN COMMERCE 2-23-1994. 


SN 75-086,282. AVANTI PRESS, INC., DETROIT, MI. 
FILED 4-10-1996. 


FOR GREETING CARDS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 
FIRST USE 12-28-1995; IN COMMERCE 12-28-1995. 
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SN 75-086,290. DISCOVERY COMMUNICATIONS, INC., 
BETHESDA, MD. FILED 4-10-1996. 


THE LEARNING CHANNEL 
PRESS 


OWNER OF U.S. REG. NO. 1,943,834. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRESS”, APART FROM THE MARK AS SHOWN. 

FOR MAGAZINES FEATURING INFORMATION 
ABOUT APPLICANT’S TELEVISION PROGRAMS AND 
ARTICLES OF INTEREST TO VIEWERS OF APPLI- 
CANT’S TELEVISION PROGRAMS AND ALSO CON- 
TAINING A GUIDE OF APPLICANT’S TELEVISION 
PROGRAMS; STATIONERY, NAMELY, WRITING PAPER, 
NOTECARDS, PAPER STATIONERY PORTFOLIOS, 
BINDERS, NOTEBOOKS; BOOKS ON THE SUBJECT OF 
TELEVISION PROGRAMMING; PHOTOGRAPHIC 
PRINTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-086,348. KOBLENTZ, GERALD, SEATTLE, WA. 
FILED 4-10-1996. 


MONEY ANSWERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MONEY”, APART FROM THE MARK AS SHOWN. 
FOR CATALOGS FEATURING INFORMATION ON 
AVAILABLE FINANCIAL SERVICES AND INFORMA- 
TIONAL PRODUCTS SUCH AS BOOKS, VIDEOS AND 
SOFTWARE (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-086,478. HEARST CORPORATION, 
YORK, NY. FILED 4-10-1996. 


THE, NEW 


COUNTRY LIVING 


OWNER OF U.S. REG. NOS. 1,796,996 AND 1,920,878. 

FOR OCCASION CARDS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 12-31-1994; IN COMMERCE 12-31-1994. 


SN 75-086,729. STERLING PLASTICS CO., DBA NEWELL 
OFFICE PRODUCTS, MADISON, WI. FILED 4-10-1996. 


SMART FILE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FILE”, APART FROM THE MARK AS SHOWN. 

FOR DOCUMENT HOLDERS AND DESKTOP ORGA- 
NIZERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 75-086,863. BANDAI DIGITAL ENTERTAINMENT 
CORPORATION, LA MIRADA, CA. FILED 4-10-1996. 


@WORLD 


FOR PAPER GOODS AND PRINTED MATERIALS, 
NAMELY, POSTERS, TRADING CARDS, COMIC BOOKS, 
AND NEWSLETTERS AND MAGAZINES FEATURING 
COMPUTER SOFTWARE, COMPUTER TECHNOLOGY 
REPORTS, GAMES, AND ANIMATED FEATURES (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-086,926. CORESTATES BANK, N.A., PHILADEL- 
PHIA, PA. FILED 4-10-1996. 


BUILDING WEALTH 


FOR NEWSLETTERS FEATURING FINANCIAL IN- 
FORMATION (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-088,204. GIRL WATCHERS, INC., NEPTUNE, NJ. 
FILED 4-15-1996. 


GIRL WATCHERS 


FOR PRINTED MATTER, NAMELY, TRADING CARDS; 
MAGAZINES FEATURING INFORMATION ON REGION- 
AL LIFESTYLES AND ENTERTAINMENT; CALENDARS 
AND POSTERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-088,630. BRADLEY, EARL K., JR., CLAIRTON, PA. 
FILED 4-11-1996. 


LEARNBALL TOURNAMENT 


OWNER OF U.S. REG. NOS. 1,540,674, 1,560,844 AND 
OTHERS. 

FOR PRINTED PUBLICATIONS, NAMELY, GAME IN- 
STRUCTIONAL MANUALS, AWARD CERTIFICATES, 
AND PAPER AND CARDBOARD DISPLAYS (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 4-11-1996; IN COMMERCE 4-11-1996. 
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SN 75-088,775. CANTRELL, LINDA ANN, NEW YORK, _ SN 75-091,052. CHAMPION INTERNATIONAL CORPORA- 
NY. FILED 4-10-1996. TION, STAMFORD, CT. FILED 4-19-1996. 


POSTAL PLUS 


FOR PRINTING, WRITING AND _ PUBLICATION 
PAPER (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-091,838. FOX RIVER PAPER COMPANY, APPLE- 
FOR GREETING CARDS, CALENDARS, BOOKMARKS, — TON, WI. FILED 4-22-1996. 
CHILDREN’S BOOKS, AND STATIONERY (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 


SN 75-090,039. DEESE, MICHAEL RAY, YORK, SC. FILED 


free 
ree 


Fox River 


OWNER OF U.S. REG. NO. 533,584. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TREE FREE”, APART FROM THE MARK AS 
SHOWN. 
FOR WRITING, TEXT AND COVER PAPER (US. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 12-29-1995; IN COMMERCE 12-29-1995. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIZARDS”, APART FROM THE MARK AS SHOWN. 
THE STIPPLING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 
FOR REPTILE AND AMPHIBIAN TRADING CARDS, 
REPTILE AND AMPHIBIAN POSTERS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 
FIRST USE 1-22-1996; IN COMMERCE 1-29-1996. SN 75-092,749. DAY DREAM, INC., INDIANAPOLIS, IN. 
FILED 4-23-1996. 


DAY DREAM 


SN 75-090,356. DAVIDSON, SHAWN, PRINCE EDWARD 
ISLAND COB 1MO, CANADA, FILED 4-18-1996. 


FOR CALENDARS, STATIONERY, DAILY PLANNERS, 

WEEKLY PLANNERS, MONTHLY PLANNERS, NOTE- 

BROOKLYN BIRDS CARDS, PERSONAL PLANNERS FOR STUDENTS, AD- 

HESIVE NOTE PADS, PERSONAL JOURNALS, DESKTOP 

CALENDAR GRIDS, DESKTOP PADS, MEMO PADS, 

NOTE PAPER, POSTERS, AND ART PRINTS (U.S. CLS. 2, 

FOR CHILDREN’S STORY BOOKS (USS. CLS. 2, 5, 22, 23, 5, 22, 23, 29, 37, 38 AND 50). 
29, 37, 38 AND 50). FIRST USE 1-0-1987; IN COMMERCE 1-0-1987. 
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SN 75-092,750. DAY DREAM, INC., INDIANAPOLIS, IN. 
FILED 4-23-1996. 


HOMETOWN GRAPHICS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GRAPHICS”, APART FROM THE MARK AS 
SHOWN. 

FOR CALENDARS, STATIONERY, DAILY PLANNERS, 
WEEKLY PLANNERS, MONTHLY PLANNERS, NOTE- 
CARDS, PERSONAL PLANNERS FOR STUDENTS, AD- 
HESIVE NOTE PADS, PERSONAL JOURNALS, DESKTOP 
CALENDAR GRIDS, DESKTOP PADS, AND POSTERS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 0-0-1987; IN COMMERCE 0-0-1987. 


SN 75-093,075. IOU TELECOMMUNICATIONS, INC., SAN 
MARCOS, CA. FILED 4-23-1996. 


IO0U 


FOR NON-MAGNETIC DEBIT CARD FOR TELECOM- 
MUNICATIONS SERVICES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 4-16-1996; IN COMMERCE 4-16-1996. 


SN 75-093,272. EDGAR RICE BURROUGHS, INC., TAR- 
ZANA, CA. FILED 4-24-1996. 


JOHN CARTER 


THE NAME SHOWN IN THE MARK, “JOHN CARTER”, 
DOES NOT IDENTIFY A KNOWN LIVING INDIVIDUAL. 
RATHER, THE NAME DENOTES A FICTITIOUS LITER- 
ARY CHARACTER. 

FOR COMIC BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 0-0-1952; IN COMMERCE 0-0-1952. 


SN 75-095,489. ADVISORY BOARD COMPANY, THE, 
WASHINGTON, DC. FILED 4-29-1996. 


THE VIP FORUM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FORUM”, APART FROM THE MARK AS SHOWN. 

FOR PUBLICATIONS IN THE FORM OF REPORTS 
CONCERNING FINANCIAL SERVICES ORGANIZATION 
OPERATIONS AND MANAGEMENT (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 0-0-1991; IN COMMERCE 0-0-1991. 
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SN 75-095,517. ADVANCED HEALTH INSTITUTE, 
NAPLES, FL. FILED 4-29-1996. 


NATURE’S CURES 


FOR PERIODICAL PUBLICATION, NAMELY, A NEWS- 
LETTER CONVEYING NEWS AND ADVICE ON 
HEALTH AND HEALTH SELF-IMPROVEMENT TO THE 
LAYPERSON (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-096,293. HOMESTEAD, INC., NEWARK, DE. FILED 
4-29-1996. 


THRILLOGY 


FOR STORY BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 75-096,320. COTTLE, JAMES D., LAKE OSWEGO, OR. 
FILED 4-29-1996. 


INSIGHT CARDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE. “CARDS”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL, PICTURE, AND RELIGIOUS 
CARDS (USS. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 2-20-1996; IN COMMERCE 3-20-1996. 


SN 75-096,352. DANIEL WEISS ASSOCIATES, INC., NEW 
YORK, NY. FILED 4-29-1996. 


BARF-O-RAMA 


FOR SERIES OF CHILDREN’S BOOKS (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 


SN 75-096,926. CAREERTRACK, INC., BOULDER, CO. 
FILED 4-30-1996. 


IN A PINCH 


FOR SERIES OF BOOKLETS WHICH PROVIDE BRIEF 
REVIEWS OF SUBJECTS RELATED TO PERSONAL AND 
PROFESSIONAL DEVELOPMENT (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 4-1-1996; IN COMMERCE 4-1-1996. 





T™< 100 


CLASS 16—(Continued). 


SN 75-097,081. GREAT AMERICAN INSURANCE COMPA- 
NY, CINCINNATI, OH. FILED 5-1-1996. 


THE SAFE DEALER 


FOR NEWSLETTER FOR AUTO DEALERS RE INSUR- 
ANCE AND SAFETY RELATED ISSUES (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 

FIRST USE 3-28-1996; IN COMMERCE 3-28-1996. 


SN 75-097,336. STONE CONTAINER CORPORATION, CHI- 
CAGO, IL. FILED 5-1-1996. 


THE STONE HANDLER 


FOR PAPER SHOPPING BAGS AND CONTAINERS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 


SN 75-097,455. SURVEY SAMPLING, INC., FAIRFIELD, 
CT. FILED 5-1-1996. 


WORLDOPINION 


FOR PRINTED REPORTS AND LISTS IN THE FIELD 
OF MARKETING RESEARCH (USS. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 


SN 75-097,456. HEARST CORPORATION, THE, HOUSTON, 
TX. FILED 5-1-1996. 


HOUSTON CHRONICLE 
DINING GUIDE 


OWNER OF U.S. REG. NO. 1,792,571. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DINING GUIDE”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F) AS TO “HOUSTON CHRONICLE”. 

FOR NEWSPAPER SUPPLEMENT DEALING WITH 
RESTAURANTS AND DINING OUT (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 3-29-1996; IN COMMERCE 3-29-1996. 


SN 75-097,668. EINSTEIN BROS. BAGELS, INC., GOLDEN, 
CO. FILED 5-2-1996. 


BAGEL CORPORATION OF 
AMERICA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CORPORATION OF AMERICA”, APART FROM 
THE MARK AS SHOWN. 

FOR PENS, PLAYING CARDS, FLAGS (MADE OF 
PAPER) AND BANNERS (MADE OF PAPER) (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 
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SN 75-097,762. BASE-LINE, INCORPORATED, AUBURN, 
WA. FILED 5-2-1996. 


REL 


FOR WRITING AND DRAWING INSTRUMENTS FOR 
USE IN THE GRAPHIC ARTS AND RELATED INDUS- 
TRIES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 0-0-1979; IN COMMERCE 0-0-1979. 


SN 75-098,085. BLUE CROSS AND BLUE SHIELD ASSO- 
CIATION, CHICAGO, IL. FILED 5-2-1996. 


BLUES BEAT 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR NEWSLETTER CONCERNING PREPAID HEALTH 
CARE ORGANIZATIONS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 6-1-1995; IN COMMERCE 6-1-1995. 


1,454,610, 1,928,432 AND 


SN 75-098,308. VV PUBLISHING CORPORATION, NEW 
YORK, NY. FILED 5-3-1996. 


THE GLOBAL VOICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GLOBAL”, APART FROM THE MARK AS SHOWN. 

FOR MAGAZINE ADDRESSING INTERNATIONAL PO- 
LITICAL AND CULTURAL ISSUES (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 


SN 75-098,690. AMERICAN CYANAMID COMPANY, 
MADISON, NJ. FILED 5-3-1996. 


PAIR UP 


FOR PRINTED EDUCATIONAL MATERIALS FOR 
CONTROLLING WEEDS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


SN 75-098,863. ANDERSON-CREEK, CAROL, MAYFIELD 
HTS., OH. FILED 5-6-1996. 


CHECKS FOR LIFE 


FOR PRINTED MATERIALS, NAMELY, BOOKLETS, IN 
A FORMAT SIMILAR TO A CHECKBOOK, CONTAINING 
PREPRINTED FORMS FOR KEEPING RECORDS OF NU- 
TRITION AND WEIGHT LOSS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995. 
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SN  75-098,963. KIMBERLY-CLARK CORPORATION, 
NEENAH, WI. FILED 5-6-1996. 


TRADITION 


FOR FACIAL TISSUE, BATHROOM TISSUE, PAPER 
TOWELS AND PAPER NAPKINS (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 


SN 75-099,216. UNITED STATES PLAYING CARD COM- 
PANY, THE, CINCINNATI, OH. FILED 5-6-1996. 


OWNER OF U.S. REG. NOS. 55,100, AND 
OTHERS. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR PLAYING CARDS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 12-23-1913; IN COMMERCE 12-23-1913. 


1,799,327 


SN 75-100,320. CCS INTERNATIONAL, NEW YORK, NY. 
FILED 5-8-1996. 


SPY GUIDE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GUIDE”, APART FROM THE MARK AS SHOWN. 
FOR PRINTED PERIODICALLY ISSUED INFORMA- 
TION MANUALS RELATING TO SURVEILLANCE 
EQUIPMENT (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 1-1-1996; IN COMMERCE 1-1-1996. 


SN 75-100,641. BIG FUN A GO GO, INC., HOMER, NY. 
FILED 5-2-1996. 


THREESOMES 


FOR CARDS USED IN PLAYING A BOARD GAME 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN  75-100,787. BENEFITS-PLUS, ADMINISTRATORS, 
INC., BELLEVUE, WA. FILED 5-8-1996. 


TECH FLEX 


FOR PRINTED PUBLICATIONS, NAMELY, NEWSLET- 
TERS CONTAINING INFORMATION ABOUT EMPLOYEE 
BENEFITS PROGRAMS AND EMPLOYEE INSURANCE 
PROGRAMS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 10-1-1993; IN COMMERCE 10-1-1993. 


SN 75-101,369. BEMISS-JASON, NEWARK, CA. FILED 
5-9-1996. 


LEARNING WALLS 


FOR PRINTED MATERIAL, NAMELY, INSTRUCTION- 
AL POSTERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-101,688. VELARDE, WENDY, MINNEAPOLIS, MN. 
FILED 5-9-1996. 


CLIP-N-CARRY 


FOR PLASTIC POUCHES FOR HOLDING AND CARRY- 
ING COUPONS (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-102,053. THOMPSON, JEFFREY S., ROCHESTER, 
NY. FILED 5-10-1996. 


WEDDING PLANNER 


OWNER OF U.S. REG. NO. 1,657,050. 

SEC. 2(F). 

FOR MAGAZINE CONTAINING INFORMATION AND 
ADVERTISEMENTS OF INTEREST TO PERSONS PLAN- 
NING WEDDINGS AND HONEYMOONS (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 

FIRST USE 8-18-1988; IN COMMERCE 11-1-1988. 


SN 75-103,035. BALCH, T. STEPHEN, ATLANTA, GA. 
FILED 5-13-1996. 


PATIENT EMPOWERMENT 
THROUGH INFORMATION 


FOR NEWSLETTERS IN THE FIELD OF LUPUS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 4-1-1996; IN COMMERCE 4-1-1996. 
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SN 75-103,069. GIBBONS, JAMES, SEATTLE, WA. FILED 
5-13-1996. 


FIRE LINE DO NOT CROSS 


FOR BOOKS RELATING TO FIRE PREVENTION AND 
SAFETY (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-103,592. DRIVING VALUES, INC., TAMPA, FL. 
FILED 5-13-1996. 


DRIVING VALUES 


FOR MAGAZINES FOR ADVERTISING AUTOMO- 
BILES FOR SALE (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 


SN 75-103,700. INTERNATIONAL PAPER COMPANY, 
PURCHASE, NY. FILED 5-14-1996. 


SEVILLE 


FOR ENVELOPES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 75-104,234. STAYWELL HEALTH MANAGEMENT 
SYSTEMS, INCORPORATED, ST. PAUL, MN. FILED 
5-14-1996. 


HEALTHPATH 


OWNER OF US. REG. NO. 1,637,931. 

FOR PRINTED QUESTIONNAIRES AND REPORT 
FORMS USED FOR CREATING HEALTH-RISK PRO- 
FILES (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 7-1-1986; IN COMMERCE 3-30-1987. 
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SN 75-104,698. MEREDITH CORPORATION, DES MOINES, 
IA. FILED 5-15-1996. 


VICTORIAN TREASURES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VICTORIAN”, APART FROM THE MARK AS 
SHOWN. 

FOR PUBLICATIONS, NAMELY, A MAGAZINE FEA- 
TURING HISTORICAL INFORMATION, INSTRUCTIONS, 
TECHNIQUES, MATERIALS, AND PATTERNS FOR NEE- 
DLEWORK, HOME DECOR, CRAFTING, AND WEARA- 
BLE PROJECTS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 3-1-1996; IN COMMERCE 3-1-1996. 


SN 75-105,377. QUILTING TECHNIQUES, INC., GILFORD, 
NJ. FILED 5-8-1996. 


FLIP & SEW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SEW”, APART FROM THE MARK AS SHOWN. 

FOR PRE-PRINTED PAPER TEMPLATES FOR 
SEWING AND APPLIQUE WORK (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 6-0-1988; IN COMMERCE 6-0-1988. 


SN 75-106,835. WHITE, RUTH S., DBA TOM THUMB, LOS 
ANGELES, CA. FILED 5-20-1996. 


MR. WINDBAG 


FOR CHILDREN’S EDUCATIONAL BOOKS, CHIL- 
DREN’S ACTIVITY BOOKS AND WORKSHEETS WITH 
BLANKS TO BE FILLED IN BY CHILDREN (US. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 5-0-1973; IN COMMERCE 6-4-1973. 


SN 75-106,840. NIS, INC., DBA THE PARENT INSTITUTE, 
FAIRFAX, VA. FILED 5-20-1996. 


LEARNINGCHILD 


FOR NEWSLETTERS CONTAINING PRACTICAL 
IDEAS FOR PARENTS TO HELP THEIR CHILDREN; 
BOOKLETS AND/OR BROCHURES TO ASSIST IN THE 
EDUCATION OF CHILDREN (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 
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SN 75-108,542. MANN MEDIA, INC., GREENSBORO, NC. 
FILED 5-23-1996. 


OUR STATE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STATE”, APART FROM THE MARK AS SHOWN. 

FOR MAGAZINES FEATURING ARTICLES RELAT- 
ING TO THE STATE OF NORTH CAROLINA (USS. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 


SN 75-109,406. LINDY LEE HUMPHREY AND ELIZA- 
BETH JEWEL NELSON PARTNERSHIP, THE, DBA 
WAVES OF WELLNESS, CORPUS CHRISTI, TX. FILED 
5-24-1996. 


WAVES OF WELLNESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WELLNESS”, APART FROM THE MARK AS 
SHOWN. 

FOR PRINTED INSTRUCTIONAL, EDUCATIONAL, 
AND TEACHING MATERIALS IN THE FIELDS OF MED- 
ICINE AND HEALTH (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 75-109,443. LAPHAM, DAVID, TOMS RIVER, NJ. 
FILED 5-24-1996. 


STRAY BULLETS 


FOR SERIES OF COMIC BOOKS (U.S. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 
FIRST USE 12-0-1994; IN COMMERCE 2-28-1995. 


SN 75-109,691. PINNACLE PUBLISHING, INC., KENT, WA. 
FILED 5-24-1996. 


HELPING MAKE 
APPLICATION 
DEVELOPERS MORE 
SUCCESSFUL 


FOR PRINTED NEWSLETTERS FOR COMPUTER 
SOFTWARE DEVELOPERS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 
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SN 75-110,383. SOUTHEAST RESTORATION, 
GREENSBORO, NC. FILED 5-28-1996. 


INC., 


AFTERTHOUGHTS 


FOR PUBLICATIONS, NAMELY, NEWSLETTERS, BRO- 
CHURES, BOOKS AND BOOKLETS IN THE FIELD OF 
CLEANUP AND RESTORATION SERVICES (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 5-17-1996; IN COMMERCE 5-17-1996. 


SN 75-110,836. ODDZON PRODUCTS, INC., CAMPBELL, 
CA. FILED 5-28-1996. 


KOOSH 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR BOOKMARKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 


1,668,221, 1,696,241 AND 


SN 75-112,307. LITCHFIELD COUNTY TIMES COMPANY, 
THE, NEW YORK, NY. FILED 5-31-1996. 


THE DUTCHESS COUNTY 
TIMES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DUTCHESS COUNTY”, APART FROM THE MARK 
AS SHOWN. 

FOR GENERAL FEATURE MAGAZINES, AND NEWS- 
PAPERS FOR GENERAL CIRCULATION (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 


SN 75-112,576. MULTIPLE MEDIA, BELLEVUE, WA. 
FILED 5-31-1996. 


TABLEAUX 


FOR MAGAZINE, NAMELY, ARCHITECTURAL AND 
HOME DESIGN (USS. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 1-10-1996; IN COMMERCE 1-10-1996. 


SN 75-112,863. MAVETY MEDIA GROUP, LTD., NEW 
YORK, NY. FILED 6-3-1996. 


LUSCIOUS LOLITA 


FOR ADULT MAGAZINES (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 
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SN 75-112,956. ULTIMATE CREATIONS, INC., SCOTTS- 
DALE, AZ. FILED 6-3-1996. 


DESTRUCITY 


FOR COMIC BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 33 AND 
50). 


SN 75-112,957. ULTIMATE CREATIONS, INC., SCOTTS- 
DALE, AZ. FILED 6-3-1996. 


TERRAIN OF TESTAMENT 


FOR COMIC BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 33 AND 
50). 


SN 75-112,958. ULTIMATE CREATIONS, INC., SCOTTS- 
DALE, AZ. FILED 6-3-1996. 


ALREADY DONE IT 


FOR COMIC BOOKS (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 75-112,966. ULTIMATE CREATIONS, INC., SCOTTS- 
DALE, AZ. FILED 6-3-1996. 


ALWAYS BELIEVE 


FOR COMIC BOOKS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 


SN 75-115,879. MOREHEAD, INC., BALDWIN, KS. FILED 
6-7-1996. 


UNBEARABLY YOURS 


FOR GREETING CARDS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


SN 75-120,226. MECKLERMEDIA CORPORATION, WEST- 
PORT, CT. FILED 6-17-1996. 


INFOCACHE 


FOR PUBLICATIONS, NAMELY, MAGAZINES, MAGA- 
ZINE SUPPLEMENTS, BOOKS AND DIRECTORIES, ALL 
ON THE SUBJECT OF INFORMATION TECHNOLOGY 
(US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
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SN 75-123,309. LOVE-COBAIN, COURTNEY, LOS ANGE- 
LES, CA. FILED 6-21-1996. 


COURTNEY LOVE 


FOR PRINTED MATTER, PAPER AND STATIONERY 
PRODUCTS, NAMELY, POSTERS, POSTER BOOKS, CON- 
CERT SOUVENIR PROGRAM BOOKLETS, STICKERS, 
BUMPER STICKERS, CALENDARS, POSTCARDS, NOTE- 
BOOKS, WRITING PAPER, NOTE CARDS, PLAYING 
CARDS, MAGAZINE DEALING WITH MUSIC, ENTER- 
TAINMENT AND THE ARTS, AND OTHER TOPICS OF 
GENERAL INTEREST (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 


SN 75-133,092. MEREDITH CORPORATION, DES MOINES, 
IA. FILED 7-12-1996. 


BETTER HOMES AND 
GARDENS FLORAL & 


NATURE CRAFTS 


OWNER OF U.S. REG. NO. 1,917,272. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLORAL” OR “NATURE CRAFTS”, APART FROM 
THE MARK AS SHOWN. 

FOR ADHESIVE TAPE, MOLDING CLAY, AND ALL- 
PURPOSE ADHESIVES SUITABLE FOR USE IN MAKING 
FLORAL ARRANGEMENTS AND CRAFTING PROJECTS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-29-1996; IN COMMERCE 1-29-1996. 


SN 75-135,711. DOCUMENTATION ASSOCIATES, INC., 
HOUSTON, TX. FILED 7-15-1996. 


DA TEAM TEACH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEACH”, APART FROM THE MARK AS SHOWN. 

FOR PRINTED EDUCATIONAL TRAINING MATERI- 
ALS AND PRINTED ON-LINE MANUALS, NAMELY, SAP 
R/3 END-USER TRAINING MANUALS AND DOCUMEN- 
TATION (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 6-15-1995; IN COMMERCE 6-15-1995. 
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SN 74-646,368. PHILLIPS SUMIKA POLYPROPYLENE 
COMPANY, HOUSTON, TX. FILED 3-13-1995. 


FOR SYNTHETIC RESINS IN EXTRUDED FORM FOR 
GENERAL INDUSTRIAL USE (U.S. CLS. 1, 5, 12, 13, 35 
AND 50). 

FIRST USE 6-27-1994; IN COMMERCE 6-27-1994. 


SN 74-712,390. FEDERAL-MOGUL CORPORATION, 
SOUTHFIELD, MI. FILED 8-7-1995. 


THE MARK IS LINED FOR THE COLOR RED. 

THE MARK CONSISTS OF THE COLOR RED USED ON 
A PORTION OF THE GOODS. THE MATTER SHOWN IN 
THE DRAWING IN DOTTED LINES SERVES ONLY TO 
SHOW POSITIONING OF THE MARK AND NO CLAIM IS 
MADE TOIT. 

FOR SEALS HAVING SEALING SURFACES MADE 
PRIMARILY OF PLASTIC AND ELASTOMERIC MATE- 
RIALS, NAMELY ENGINE SEALS, OIL SEALS, SHAFT 
SEALS, TRANSMISSION SEALS, AND WHEEL BEARING 
SEALS (US. CLS. 1, 5, 12, 13, 35 AND 50). 

FIRST USE 6-0-1959; IN COMMERCE 6-0-1959. 
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SN 74-724,289. H.A. MILTON CORPORATION, SEATTLE, 
WA. FILED 8-22-1995. 


\\ “THE REUSABLE DUCT TAPE OF THE 2ist CENTURY” 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE REUSABLE DUCT TAPE OF THE 21ST CEN- 
TURY”, APART FROM THE MARK AS SHOWN. 

FOR REFASTENABLE, REUSABLE TAPE, SPECIFI- 
CALLY STRAPPING TAPE AND FASTENING TAPE FOR 
GENERAL PURPOSE USE (U.S. CLS. 1, 5, 12, 13, 35 AND 
50). 


SN 75-002,578. UNITED TECHNOLOGIES CORPORATION, 
HARTFORD, CT. FILED 10-3-1995. 


@ United 
Technologies 


OWNER OF U.S. REG. NOS. 1,125,470, 1,728,977 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNOLOGIES”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPOSITE MATERIAL COMPRISING REIN- 
FORCING FIBERS IMBEDDED IN A CERAMIC MATRIX 
FOR GENERAL INDUSTRIAL USE (U.S. CLS. 1, 5, 12, 13, 
35 AND 50). 


SN 75-014,078. AEROQUIP CORPORATION, MAUMEE, 
OH. FILED 11-2-1995. 


MATCHMATE PLUS 


FOR METAL-REINFORCED, RUBBER HYDRAULIC 
HOSES (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 
FIRST USE 6-1-1991; IN COMMERCE 10-1-1991. 


SN 75-066,093. LONZA, INC., FAIR LAWN, NJ. FILED 
3-1-1996. 


SINTRA-PLUS 


OWNER OF U.S. REG. NOS. 1,264,985 AND 1,308,016. 
FOR PLASTICS IN THE FORM OF SHEETS FOR USE 
IN MANUFACTURING (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 
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SN 75-074,763. DAYCO PRODUCTS, INC., DAYTON, OH. 
FILED 3-18-1996. 


BLUE THUNDER 


OWNER OF U.S. REG. NO. 982,895. 

FOR FABRIC REINFORCED RUBBER HOSE FOR CON- 
VEYING CHEMICALS OR OTHER FLUIDS FOR INDUS- 
TRIAL USES (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 

FIRST USE 12-19-1995; IN COMMERCE 12-19-1995. 


SN 75-106,138. PARKER INTANGIBLES INC., WILMING- 
TON, DE. FILED 5-17-1996. 


PARPHORM 


FOR ELASTOMERIC MATERIAL FORMED-IN-PLACE 
ON A SUBSTRATE FOR USE AS A SEAL (USS. CLS. 1, 5, 
12, 13, 35 AND 50). 


SN 75-112,803. HUNTER INNOVATIONS, SACRAMENTO, 
CA. FILED 6-3-1996. 


DIA-SEAL 


FOR COMBINATION RUBBER SEAL AND DIA- 
PHRAGM FOR USE WITH FLUID PUMPS (U.S. CLS. 1, 5, 
12, 13, 35 AND 50). 


SN 75-118,649. JET-LUBE, INC., HOUSTON, TX. FILED 
6-13-1996. 


JET-LOK 


FOR MULTI-PURPOSE ANAEROBIC SEALANT AND 
ADHESIVES FOR LOCKING THREADED CONNEC- 
TIONS (THREAD LOCKS), BONDING GASKETS TO SUR- 
FACES, BONDING OF WASHERS TO SURFACES, BOND- 
ING RIGID ASSEMBLIES, SEALING HYDRAULIC AND 
PNEUMATIC FITTINGS, SEALING THREADED FIT- 
TINGS, SEALING PIPES AND PIPE FITTINGS, AND FOR 
RELATED BONDING AND SEALING APPLICATIONS 
(U.S. CLS. 1, 5, 12, 13, 35 AND 50). 

FIRST USE 4-12-1996; IN COMMERCE 4-12-1996. 


SN 75-134,175. SHURTAPE TECHNOLOGIES, INC., HICK- 
ORY, NC. FILED 7-15-1996. 


SHURFLEX 


OWNER OF U.S. REG. NO. 623,323. 

FOR PRESSURE SENSITIVE TAPE (U.S. CLS. 1, 5, 12, 13, 
35 AND 50). 

FIRST USE 0-0-1991; IN COMMERCE 0-0-1991. 


OFFICIAL GAZETTE 
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CLASS 18—LEATHER GOODS 


SN 74-644,576. HELCOR-LEDER-TEC GMBH, HAUPT- 
STRASSE 1, FED REP GERMANY, FILED 3-10-1995. 


HELCOR 


OWNER OF FED REP GERMANY REG. NO. 2006553, 
DATED 11-26-1991, EXPIRES 10-31-2000. 

FOR LEATHER SOLD IN BULK, LUGGAGE, SUIT- 
CASES, CARRY-ON BAGS, TRAVELBAGS, TRAVELING 
TRUNKS, LEATHER BOOK BAGS, SHOE BAGS FOR 
TRAVEL, BOSTON BAGS, CLUTCHES, LEATHER SHOP- 
PING BAGS, SHOULDER BAGS, DUFFELBAGS, HAND- 
BAGS, POCKETBOOKS, WALLETS, COIN PURSE, KEY 
CASES, CREDIT CARD CASES, BUSINESS CARD CASES, 
AND DOCUMENT CASES (U.S. CLS. 1, 2, 3, 22 AND 41). 


SN 74-719,751. HALL, ROBYN PEARL, DBA MERGE, 
PORTLAND, OR. FILED 8-24-1995. 


THE STIPPLING SHOWN ON THE DRAWING IS FOR 
SHADING PURPOSES ONLY AND DOES NOT SERVE AS 
A FEATURE OF THE MARK. 

FOR WALKING CANES AND STAFFS (U.S. CLS. 1, 2, 3, 
22 AND 41). 


SN 75-003,611. HARVEST TREND LIMITED, FO TAN, 
SHATIN, NEW TERRITORIES, HONG KONG, FILED 
10-3-1995. 


SACATINI 


FOR LEATHER AND IMITATION OF LEATHER 
GOODS, NAMELY, LUGGAGE; TRUNKS AND TRAVEL- 
ING BAGS; SUITCASES; HANDBAGS; TOTE BAGS; 
CARRY-ON BAGS; PURSES; WALLETS; ATTACHE 
CASES; BACKPACKS; GARMENT BAGS FOR TRAVEL; 
NET BAGS FOR SHOPPING; BEACH BAGS; LEATHER 
SHOULDER BELTS; BRIEFCASES; KEY CASES; SCHOOL 
BAGS; SCHOOL SATCHELS; SHOPPING BAGS; UMBREL- 
LAS; VANITY CASES SOLD EMPTY; AND PARTS FOR 
ALL THE AFORESAID GOODS (U.S. CLS. 1, 2, 3, 22 AND 
41). 
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CLASS 18—(Continued). 


SN 75-006,589. FUNK, INCORPORATED, LAKE BLUFF, 
IL. FILED 10-16-1995. 


WILDERNESS TRAILS 


OWNER OF USS. REG. NOS. 1,167,413 AND 1,183,835. 
FOR BACKPACKS, DUFFEL BAGS, AND ALL PUR- 
POSE SPORT BAGS (U.S. CLS. 1, 2, 3, 22 AND 41). 


SN 75-066,642. LIPPON, LARRY, PARADISE VALLEY, AZ. 
FILED 3-4-1996. 


N 


FOR UMBRELLAS, GOODS MADE FROM LEATHER 
AND IMITATIONS OF LEATHER, NAMELY, BELTS, 
WALLETS, PURSES, AND LEATHER DRAWSTRING 
POUCHES (U.S. CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 11-9-1995; IN COMMERCE 11-9-1995. 


SN 75-093,399. SMITH, BENJE G., ATLANTA, GA. FILED 
4-24-1996. 


BENJE SHOE TOTE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHOE TOTE”, APART FROM THE MARK AS 
SHOWN. 

FOR LEATHER GOODS, NAMELY, SHOE BAGS FOR 
TRAVEL MADE OF LEATHER (U.S. CLS. 1, 2, 3, 22 AND 
41). 


SN 75-107,541. NYFUREX, INC., NEW YORK, NY. FILED 
5-21-1996. 


SILVER SHADOW 


FOR RAW AND DRESSED PELTS, PRIMARILY MINK 
AND FITCH (USS. CLS. 1, 2, 3, 22 AND 41). 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-115,313. C & C PARTNERS, LTD., IRVINE, CA. 
FILED 6-6-1996. 


LEVEL 7 


FOR MEN’S, WOMEN’S AND CHILDREN’S WALLETS 
AND BAGS, NAMELY, ALL PURPOSE ATHLETIC BAGS, 
SCHOOL BOOK BAGS AND SHOULDER BAGS (U.S. CLS. 
1, 2, 3, 22 AND 41). 


SN 75-115,322. C & C PARTNERS, LTD., IRVINE, CA. 
FILED 6-6-1996. 


LEVEL SEVEN 


FOR MEN’S, WOMEN’S AND CHILDREN’S WALLETS 
AND BAGS, NAMELY, ALL PURPOSE ATHLETIC BAGS, 
SCHOOL BOOK BAGS AND SHOULDER BAGS (U.S. CLS. 
1, 2, 3, 22 AND 41). 


SN 75-118,411. COASTAL PET PRODUCTS, INC., ALLI- 
ANCE, OH. FILED 6-10-1996. 


SAFE-T-BRIGHT 


FOR PET COLLARS AND LEADS (U.S. CLS. 1, 2, 3, 22 
AND 41). 
FIRST USE 3-30-1995; IN COMMERCE 3-30-1995. 


SN 75-120,750. BOYD, DAVID J., 
FILED 6-18-1996. 


CLACKAMAS, OR. 


DOGGO’S 


FOR PET CLOTHING, NAMELY, HEADWEAR AND 
EYE GLASSES FOR DOGS (U.S. CLS. 1, 2, 3, 22 AND 41). 
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CLASS 18—(Continued). 


SN 75-122,287. LE PIERRE IMPORT & EXPORT, INC., 
MIAMI, FL. FILED 6-19-1996. 


FOR HANDBAGS (U.S. CLS. 1, 2, 3, 22 AND 41). 
FIRST USE 3-0-1990; IN COMMERCE 10-0-1993. 


SN 75-122,558. JUDITH JACK, INC., NEW YORK, NY. 
FILED 6-20-1996. 


REALITY BAGS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAGS”, APART FROM THE MARK AS SHOWN. 
FOR HANDBAGS (U.S. CLS. 1, 2, 3, 22 AND 41). 


SN 75-122,653. ULTIMATE DIRECTION, INC., REXBURG, 
ID. FILED 6-20-1996. : 


FLASHTANK 


OWNER OF U.S. REG. NO. 1,559,824. 

FOR BEVERAGE COMPARTMENT BACKPACKS (U.S. 
CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 7-0-1994; IN COMMERCE 7-0-1994. 


SN 75-124,889. STARCHILD, ADAM, LONGWOOD, FL. 
FILED 6-25-1996. 


PAUL BUNYAN 


THE MARK DOES NOT REFER TO A LIVING 
PERSON. IT IS A REFERENCE TO A FICTIONAL CHAR- 
ACTER. 

FOR WALLETS, PURSES, KNAPSACKS, TRAVELING 
BAGS, TOTE BAGS, DUFFEL BAGS, UMBRELLAS, 
WALKING STICKS (U.S. CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 10-20-1967; IN COMMERCE 10-20-1967. 
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CLASS 18—(Continued). 


SN 75-126,526. HOUSE OF BLUES BRANDS CORP., WEST 
HOLLYWOOD, CA. FILED 6-27-1996. 


VOODOO GARDEN 


FOR LUGGAGE AND TOTE BAGS (U.S. CLS. 1, 2, 3, 22 
AND 41). 


SN 75-126,533. HOUSE OF BLUES BRANDS CORP., WEST 
HOLLYWOOD, CA. FILED 6-27-1996. 


BARN BURNER 


FOR LUGGAGE AND TOTE BAGS (U.S. CLS. 1, 2, 3, 22 
AND 41). 


SN 75--139,368. PLANO MOLDING COMPANY, PLANO, IL. 
FILED 7-24-1996. 


JELLIES 


FOR PLASTIC ORGANIZER CASES SOLD EMPTY FOR 
JEWELRY, COSMETICS AND HAIR CARE PRODUCTS 
(U.S. CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 6-17-1996; IN COMMERCE 6-17-1996. 


SN 75-139,370. PLANO MOLDING COMPANY, PLANO, IL. 
FILED 7-24-1996. 


JELLYCASE 


FOR PLASTIC ORGANIZER CASES SOLD EMPTY FOR 
JEWELRY, COSMETICS AND HAIR CARE PRODUCTS 
(U.S. CLS. 1, 2, 3, 22 AND 41). 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


SN 75-057,617. SYNTHETIC INDUSTRIES, INC., CHICKA- 
MAUGA, GA. FILED 2-14-1996. 


EARTHSCAPE 


FOR SYNTHETIC FABRIC FOR PREVENTING WEED 
GROWTH (U.S. CLS. 1, 12, 33 AND 50). 
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SN 75-099,665. AJAX WINDOW CORPORATION, GRAND 
RAPIDS, MI. FILED 5-6-1996. 


AR 


P 


FOR NON-METAL WINDOWS AND PATIO DOORS 
(U.S. CLS. 1, 12, 33 AND 50). 
FIRST USE 1-1-1992; IN COMMERCE 1-1-1992. 


SN 75-114,843. EXXON CORPORATION, IRVING, TX. 
FILED 6-6-1996. 


EXXON 


OWNER OF U.S. REG. NOS. 884,418, 902,855 AND 
OTHERS. 

FOR KNITTED BARRIERS AND BARRIER FENCING 
FOR USE IN CROWD CONTROL AND AT CONSTRUC- 
TION SITES, BUT NOT FOR USE AS CONSTRUCTION 
MATERIALS (U.S. CLS. 1, 12, 33 AND 50). 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


SN 74-269,715. NEOPAC AG, 3515 OBERDIESSBACH, 
SWITZERLAND, FILED 4-24-1992. 


ECOTUBE 


OWNER OF SWITZERLAND REG. NO. 392431, DATED 
12-9-1991, EXPIRES 12-9-2001. 

FOR COMMERCIAL TUBULAR PLASTIC CONTAIN- 
ERS FOR TOOTHPASTE, FOODSTUFFS, OINTMENTS 
AND LIKE PRODUCTS IN GEL OR PASTE FORM (US. 
CL. 2). 


SN 74-677,106. NO EXCUSES, INC., COON RAPIDS, MN. 
FILED 5-19-1995. 


YABUTT 


FOR NOVELTY ITEMS, NAMELY, STUFFED TOYS IN 
THE SHAPE OF A POSTERIOR (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). 
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SN 75-022,415. FOTOBALL USA INC., SAN DIEGO, CA. 
FILED 11-20-1995. 


FOTOTIRE 


FOR NOVELTY ITEMS, NAMELY, SOUVENIRS AND 
MEMORABILIA COMPRISING MINIATURE REPLICA OF 
AN ACTUAL RACING CAR TIRE HAVING THE IMAGE 
AND LOGO OF A RACER IN THE HUB THEREOF (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). 


SN 75-022,416. FOTOBALL USA INC., SAN DIEGO, CA. 
FILED 11-20-1995. 


FOTOSLICK 


FOR NOVELTY ITEMS, NAMELY, SOUVENIRS AND 
MEMORABILIA COMPRISING MINIATURE REPLICA OF 
AN ACTUAL RACING CAR TIRE HAVING THE IMAGE 
AND LOGO OF A RACER IN THE HUB THEREOF (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). 


SN 75-024,586. BERGER, SUSAN, WEST FAIRLEE, VT. 
FILED 11-27-1995. 


FEATHERHEADS 


FOR NOVELTY ITEM, CONSISTING OF A SOUVENIR 
PERSONIFIED FEATHER (U.S. CLS. 2, 13, 22, 25, 32 AND 
50). 

FIRST USE 1-0-1995; IN COMMERCE 4-0-1995. 
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SN 75-026,848. LANE COMPANY, INC., THE, ALTAVISTA, 
VA. FILED 11-17-1995. 


GAC 


CMA 
NOWCAEE 


OWNER OF USS. REG. 
OTHERS. 

THE STIPPLING CONSTITUTES SHADING. 

FOR UPHOLSTERED RECLINER CHAIRS AND UP- 
HOLSTERED ROCKER RECLINER CHAIRS AND UP- 
HOLSTERED SLEEP SOFAS (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). 


NOS. 573,867, 1,978,114 AND 


SN 75-040,070. HUBERT COMPANY, HARRISON, OH. 
FILED 1-4-1996. 


FIXTURES BY DESIGN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FIXTURES”, APART FROM THE MARK AS 
SHOWN. 

FOR NONREFRIGERATED SUPERMARKET AND 
FOOD SERVICE MERCHANDISE DISPLAY UNITS (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 3-1-1991; IN COMMERCE 3-1-1991. 


SN 75-053,919. KINGSDOWN, INC., MEBANE, NC. FILED 
2-6-1996. 


A TRADITION OF 
CRAFTSMANSHIP YOU CAN 
TRUST 


FOR MATTRESSES AND BOX SPRINGS (U.S. CLS. 2, 13, 
22, 25, 32 AND 50). 
FIRST USE 10-20-1994; IN COMMERCE 11-11-1994. 
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CLASS 20—(Continued). 


SN 75-060,895. FOXX, JAMES A., HOUSTON, TX. FILED 
2-21-1996. 


ROUNDTOIT 


FOR NOVELTY BALLS MADE OF PLASTIC OR 
RUBBER CONTAINING A MESSAGE (U.S. CLS. 2, 13, 22, 
25, 32 AND 50). 


SN 75-067,315. CARNES, STEPHEN W., AUBURN, IN. 
FILED 3-4-1996. 


PRAYER ROCK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROCK”, APART FROM THE MARK AS SHOWN. 

FOR NOVELTY ITEMS, NAMELY A STONE WRAPPED 
IN A DECORATIVE MANNER (USS. CLS. 2, 13, 22, 25, 32 
AND 50). 

FIRST USE 2-5-1996; IN COMMERCE 2-5-1996. 


SN 75-070,119. CONTAINER GRAPHICS & DISPLAY, INC., 
VILLA PARK, IL. FILED 3-11-1996. 


FRONT ’N’ CENTER 


FOR PLASTIC WHEEL DEVICES FOR USE WITH 
PAPER AND CORRUGATED CARDBOARD RETAIL DIS- 
PLAY (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 10-31-1995; IN COMMERCE 10-31-1995. 


SN 75-073,552. ANJOWA, INC., DACULA, GA. FILED 
3-15-1996. 


BEACH NAILS 


FOR NON-METAL PEGS FOR GROUND ENGAGING 
USE FOR HOLDING LOOSE ARTICLES IN PLACE (US. 
CLS. 2, 13, 22, 25, 32 AND 50). 


SN 75-074,118. ALL ABOUT BEADS, INC., NEWBURGH, 
NY. FILED 3-18-1996. 


BEADBANK NATURALS 


FOR BEAD KIT BOX MADE OF NATURAL WOOD 
THAT CAN BE USED AS A COIN BANK (US. CLS. 2, 13, 
22, 25, 32 AND 50). 
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SN 75-076,623. BATESVILLE CASKET COMPANY, INC., 
BATESVILLE, IN. FILED 3-21-1996. 


MEMORYSAFE 


FOR BURIAL CASKETS (U.S. CLS. 2, 13, 22, 25,%2 AND 
50). 


SN 75-077,733. JDI GROUP, INC., ST. LOUIS, MO. FILED 
3-25-1996. 


TIERRAMEX 


FOR FURNITURE INCLUDING TABLES AND TABLE- 
TOPS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


SN 75-079,420. IERVOLINO, THEA PETSCHEK, NEW 
YORK, NY. FILED 3-27-1996. 


THEAPILLOW 


FOR NECK PILLOWS (USS. CLS. 2, 13, 22, 25, 32 AND 50). 


SN 75-079,600. ETHAN ALLEN FINANCE CORPORATION, 
DANBURY, CT. FILED 3-27-1996. 


REGENT’S PARK 


FOR FURNITURE (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 
FIRST USE 11-1-1995; IN COMMERCE 11-1-1995. 


SN 75-081,895. IBC GROUP, INC., FORT LAUDERDALE, 
FL. FILED 4-1-1996. 


COX & LAWRENCE 


FOR BEDDING, NAMELY MATTRESSES AND BOX 
SPRINGS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 
FIRST USE 7-0-1995; IN COMMERCE 7-0-1995. 


SN 75-083,695. KRUEGER INTERNATIONAL, 
GREEN BAY, WI. FILED 4-4-1996. 


ENHANCE 


FOR FURNITURE, NAMELY CHAIRS (U.S. CLS. 2, 13, 
22, 25, 32 AND 50). 


INC., 
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SN 75-086,070. DEES, KENT L., SAN DIEGO, CA. FILED 
4-10-1996. 


BEACH ’N 


FOR PORTABLE HEAD RESTS HAVING STORAGE 
SLITS FORMED THEREIN FOR CARRYING ITEMS 
SUCH AS KEYS (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 


SN 75-090,307. DAVIDSON, SHAWN, PRINCE EDWARD 
ISLAND COB 1MO, CANADA, FILED 4-18-1996. 


BROOKLYN BIRDS 


FOR WOODEN SCULPTURES WITH ORNAMENTAL 
METAL AND PLASTIC ACCENTS (US. CLS. 2, 13, 22, 25, 
32 AND 50). 


SN 75-130,670. FOREST LAWN COMPANY, GLENDALE, 
CA. FILED 7-8-1996. 


FOREST LAWN 


FOR COMMEMORATIVE ARTICLES OF PLASTIC, 
NAMELY, GRADUATED RULERS (U.S. CLS. 2, 13, 22, 25, 
32 AND 50). 

FIRST USE 0-0-1989; IN COMMERCE 6-10-1996. 


SN 75-130,880. DIAL CORP, THE, PHOENIX, AZ. FILED 
7-8-1996. 


YA NS 


—BD™?P>q «i V \N 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CORP”, APART FROM THE MARK AS SHOWN. 

THE MARK IN THE DRAWING IS LINED FOR THE 
COLOR GREEN. 

FOR EXHIBITS FOR TRADE SHOWS AND FURNISH- 
INGS THEREOF COMPRISING CHAIRS, TABLES, 
COUNTERS; DISPLAY PANELS, NAMELY, STANDS 
AND DISPLAY BACKDROPS FOR HIGHLIGHTING AND 
SUPPORTING TRADE SHOW EXHIBITS; EXHIBITS AND 
DISPLAYS USED AT TRADE SHOWS AND CONVEN- 
TIONS; DISPLAY UNIT PARTS, NAMELY, FRAMES, 
PANELS, AND CONNECTORS (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). 





T™ 112 


CLASS 20—(Continued). 


SN 75-130,882. DIAL CORP, THE, PHOENIX, AZ. FILED 


7-8-1996. 


THE MARK IN THE DRAWING IS LINED FOR THE 
COLOR GREEN. 

FOR EXHIBITS FOR TRADE SHOWS AND FURNISH- 
INGS THEREOF COMPRISING CHAIRS, TABLES, 
COUNTERS; DISPLAY PANELS, NAMELY, STANDS 
AND DISPLAY BACKDROPS FOR HIGHLIGHTING AND 
SUPPORTING TRADE SHOW EXHIBITS; EXHIBITS AND 
DISPLAYS USED AT TRADE SHOWS AND CONVEN- 
TIONS; DISPLAY UNIT PARTS, NAMELY, FRAMES, 
PANELS, AND CONNECTORS (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). 


SN 75-132,922. PEPSICO, INC., PURCHASE, NY. FILED 
7-11-1996. 


PEPSI STUFF 


OWNER OF U.S. REG. NOS. 111,508 AND 824,150. 

FOR FURNITURE, NAMELY, BEACH CHAIRS (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 
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SN 74-497,715. THUMBS UP AWARDS, INC., SANTA 
ROSA, CA. FILED 3-7-1994. 


puyMEsd 
Un 


FOR BOXES (NON-METAL DECORATIVE), CARAFES, 
COASTER (PLASTIC), PORTABLE COOLERS, CORK 
HOLDERS, CORK SCREWS, DECORATIVE PLATES, 
ENAMELED GLASS, JUGS, ICE CHEST FOR FOOD AND 
BEVERAGE (PORTABLE), INSULATED CONTAINERS 
FOR FOOD AND BEVERAGE (THERMAL), ORNAMENTS 
(GLASS, NOT CHRISTMAS), PIGGY BANKS (NON- 
METAL), PITCHERS VASES, VESSELS (HEAT-INSULAT- 
ED) (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
FIRST USE 1-1-1994; IN COMMERCE 1-1-1994. 


SN 74-648,626. VALADAO, HENRIQUE PIRES, HERALD, 
CA. AND VALADAO, CATHRYN RAE, HERALD, CA. 
FILED 3-20-1995. 


TAKE A BREAK 


FOR MUGS (USS. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
FIRST USE 11-1-1994; IN COMMERCE 11-1-1994. 





JANUARY 7, 1997 


CLASS 21—(Continued). 


SN 74-701,582. DEPARTMENT OF CORONER, LOS ANGE- 
LES, CA. FILED 7-17-1995. 


Department of Coroner 


County of Los Angeles 


OWNER OF U.S. REG. NOS. 1,905,730, 1,956,148 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUNTY OF LOS ANGELES”, APART FROM THE 
MARK AS SHOWN. 

THE LINING AND STIPPLING ARE FEATURES OF 
THE MARK AND ARE NOT INTENDED TO INDICATE 
COLOR. 

FOR MUGS AND THERMAL MUGS (USS. CLS. 2, 13, 23, 
29, 30, 33, 40 AND 50). 

FIRST USE 1-0-1995; IN COMMERCE 1-0-1995. 


SN 74-713,193. BIG DOG HOLDINGS, INC., SANTA BAR- 
BARA, CA. FILED 8-9-1995. 


IF YOU CAN’T RUN WITH 
THE BIG DOGS STAY ON 
THE PORCH 


FOR PLASTIC BOTTLES, SOLD EMPTY FOR FLUIDS 
(U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
FIRST USE 8-0-1992; IN COMMERCE 8-0-1992. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-728,637. TEN LEE HONG ENTERPRISES (VANCOU- 
VER) LTD., VANCOUVER B.C. V6A 2T9, CANADA, 
FILED 9-13-1995. 


OWNER OF CANADA REG. NO. 458077, DATED 
5-24-1996, EXPIRES 5-24-2011. 

THE TRANSLATION OF THE CHINESE CHARACTERS 
PORTION OF THE TRADEMARK IS “SKY BEAUTIFUL 
STORE”. THE TRANSLITERATION OF THE TRADE- 
MARK IS “TEN LEE HONG”. 

FOR TEA SETS, TEA POTS AND TEA CUPS, ALL NOT 
OF PRECIOUS METAL (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 


SN 75-047,690. JOSIAH WEDGWOOD & SONS, LTD., 
WALL, NJ. FILED 1-24-1996. 


FOXWORTH 


FOR DINNERWARE (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 


SN 75-064,587. FRANZIA WINERY L.P., RIPON, CA. 
FILED 2-28-1996. 


SMART TAP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TAP”, APART FROM THE MARK AS SHOWN. 

FOR PORTABLE BEVERAGE DISPENSERS (U.S. CLS. 
2, 13, 23, 29, 30, 33, 40 AND 50). 
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SN 75-077,428. GUARDIAN INDUSTRIES CORP., AUBURN 
HILLS, MI. FILED 3-22-1996. 


GLAREGUARD 


FOR GLASS FOR PICTURE FRAMES (US. CLS. 2, 13, 
23, 29, 30, 33, 40 AND 50). 


SN 75-096,906. MELARD MANUFACTURING CORP., PAS- 
SIAC, NJ. FILED 4-30-1996. 


FOR BATHROOM ACCESSORIES, NAMELY, TOWEL 
BARS, TOWEL RINGS, ROBE HOOKS, SOAP DISHES, 
AND WALL MOUNTED TISSUE HOLDERS (U.S. CLS. 2, 
13, 23, 29, 30, 33, 40 AND 50). 


SN 75-097,296. NEW CREATIVE WAYS, LLC, CHULA 
VISTA, CA. FILED 5-1-1996. 


PLANT NANNY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLANT”, APART FROM THE MARK AS SHOWN. 

FOR AUTOMATIC WATERING SYSTEM, NAMELY, A 
RECEPTACLE FOR USE WITH A WATER SOURCE 
WHICH REGULATES THE FLOW OF WATER FOR THE 
UNATTENDED, AUTOMATIC WATERING OF PLANTS, 
FLOWERS AND SEEDS (USS. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 
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SN 75-099,523. KANG, JOHN M., MANHASSAT, NY. FILED 
5-6-1996. 


EARTH THERAPEUTICS 


FOR CLEANING IMPLEMENTS FOR THE BODY, 
NAMELY, BATH SPONGES, BATH PADS, BODY BRUSH- 
ES, LOOFAH SPONGES, LOOFAH MITTS, AND LOOFAH 
PADS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE 11-25-1992; IN COMMERCE 11-25-1992. 


SN 75-100,634. ALLIED INTERNATIONAL CORP., ASH- 
BURN, VA. FILED 5-2-1996. 


SPLASH 
GUARD 


FOR CLEANING MATERIALS, NAMELY, SCRUBBING 
BRUSHES, SCOURING SPONGES AND CLEANING 
CLOTHS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


SN 75-104,346. JONES, BILLY R., TUCKER, GA. FILED 
5-15-1996. 


FOR PORTABLE BEVERAGE COOLERS AND INSU- 
LATED CONTAINERS FOR HOLDING BEVERAGE 
CANS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
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SN 75-111,647. MEIER, MICHAEL L., MADISON, WI. 
FILED 5-30-1996. 


MUG RUGS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MUG”, APART FROM THE MARK AS SHOWN. 

FOR BEVERAGE COASTERS MADE OF NYLON (US. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


SN 75-111,654. TRU VUE, INC., CHICAGO, IL. FILED 
5-30-1996. 


MUSEUM SERIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERIES”, APART FROM THE MARK AS SHOWN. 

FOR GLASS SHEETS FOR PICTURE FRAMES (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


SN 75-111,672. PIGGALETTA, INC., NEW YORK, NY. 
FILED 5-30-1996. 


M.J. KNOUD 


THE NAME “M.J. KNOUD” DOES NOT IDENTIFY A 
LIVING INDIVIDUAL. 

FOR CHINA AND GLASSWARE, NAMELY, DRINKING 
GLASSES, PLATES, BOWLS, CUPS, SAUCERS (U.S. CLS. 
2, 13, 23, 29, 30, 33, 40 AND 50). 


SN 75-112,118. SYNDICATE SALES, INC., KOKOMO, IN. 
FILED 5-31-1996. 


BOUQUET MATES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOUQUET”, APART FROM THE MARK AS 
SHOWN. 

FOR HOLDERS FOR FLORAL ARRANGEMENTS (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


SN 75-112,302. MAY DEPARTMENT STORES COMPANY, 
THE, ST. LOUIS, MO. FILED 5-31-1996. 


BRUSH MASTERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRUSH”, APART FROM THE MARK AS SHOWN. 

FOR MAKE-UP BRUSHES (U.S. CLS. 2, 13, 23, 29, 30, 33, 
40 AND 50). 
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SN 75-113,039. LIQUID ENTERTAINMENT, INC., WEST 
CHESTER, PA. FILED 6-3-1996. 


SHOTROCK 


FOR ICE CUBE MOLDS (US. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 


SN 75-113,229. RECKITT & COLMAN INC., MONTVALE, 
NJ. FILED 6-3-1996. 


OWNER OF U.S. REG. NO. 1,495,585. 
FOR SCOURING SPONGES, WASHING CLOTHS AND 
SCOURING PADS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). 
FIRST USE 8-14-1990; IN COMMERCE 8-14-1990. 
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SN 75-113,699. LERMAN, HOWARD S., PHILADELPHIA, 
PA. FILED 5-30-1996. 


wily, 


THE LU GHT HOUSE 


FOR CONTAINERS FOR HOUSEHOLD OR KITCHEN 
USE, NOT OF PRECIOUS METAL, NAMELY, A WALL 
MOUNTABLE STORAGE CONTAINER FOR LIGHT 
BULBS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


SN 75-115,019. DDS MARKETING, INC., FORT LAUDER- 
DALE, FL. FILED 6-6-1996. 


TAP-TEASER 


FOR COMBS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
FIRST USE 3-21-1996; IN COMMERCE 3-21-1996. 


SN 75-119,794. INVISIBLE FENCE COMPANY, INC., MAL- 
VERN, PA. FILED 6-17-1996. 


WILDBILLS 


FOR BIRD FEEDERS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 


SN 75-121,203. GAUNAURD GROUP, INC., THE, HIALE- 
AH GARDENS, FL. FILED 6-10-1996. 


SANPER 


FOR KITCHEN UTENSILS, NAMELY, ALUMINUM 
POTS, ALUMINUM CASEROLES, ALUMINUM SAUCE 
PANS, ALUMINUM MUGS, CAST ALUMINUM POTS (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE 12-31-1985; INCOMMERCE 12-31-1985. 
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SN 75-122,561. KORTE, LORETTA L., SUNNYVALE, CA. 
FILED 6-20-1996. 


COLORETTA 


FOR HAIR TREATMENT APPLICATOR IN THE 
NATURE OF A COMBINATION BRUSH AND A LONG 
TINE FOR PARTING HAIR AND WHICH HAS A 
HOLLOW SQUEEZABLE HANDLE AND IS FOR USE IN 
APPLYING HAIR TREATMENT PREPARATIONS AND 
WHICH IS SOLD EMPTY (USS. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 


SN 75-127,940. IGLOO PRODUCTS CORP., HOUSTON, TX. 
FILED 7-1-1996. 


MARINE ROLLER 


OWNER OF U.S. REG. NO. 1,886,632. 

FOR PORTABLE INSULATED CONTAINERS FOR ICE, 
FOOD AND BEVERAGES (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 

FIRST USE 0-0-1995; IN COMMERCE 0-0-1995. 


SN 75-127,945. IGLCO PRODUCTS CORP., HOUSTON, TX. 
FILED 7-1-1996. 


TRIPLE PLAY 


FOR BEVERAGE COOLERS (U.S. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 
FIRST USE 0-0-1994; IN COMMERCE 0-0-1994. 


SN 75-127,948. IGLOO PRODUCTS CORP., HOUSTON, TX. 
FILED 7-1-1996. 


QUICK & COOL 


FOR PORTABLE INSULATED CONTAINERS FOR ICE, 
FOOD AND BEVERAGES (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 

FIRST USE 5-0-1996; IN COMMERCE 5-0-1996. 


SN 75-127,949. IGLOO PRODUCTS CORP., HOUSTON, TX. 
FILED 7-1-1996. 


POLAR ROLLER 


FOR PORTABLE INSULATED CONTAINERS FOR ICE, 
FOOD AND BEVERAGES (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 

FIRST USE 5-0-1996; IN COMMERCE 5-0-1996. 
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SN 75-128,106. TELCOM USA, WAKEFIELD, MA. FILED 
7-1-1996. 


PLANT CONTAINERS FOR 
TODAY’S LIFESTYLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLANT CONTAINERS”, APART FROM THE MARK 
AS SHOWN. 

FOR FLOWER POTS AND PLASTIC BIRD BATHS (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 


SN 75-133,093. MEREDITH CORPORATION, DES MOINES, 
IA. FILED 7-12-1996. 


BETTER HOMES AND 
GARDENS FLORAL & 
NATURE CRAFTS 


OWNER OF USS. REG. NO. 1,917,272. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLORAL” OR “NATURE CRAFTS”, APART FROM 
THE MARK AS SHOWN. 

FOR NON-METAL BASKETS SUITABLE FOR FLORAL 
ARRANGEMENTS AND CRAFTING PROJECTS (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE 1-29-1996; IN COMMERCE 1-29-1996. 


CLASS 22—CORDAGE AND FIBERS 


SN 75-011,193. ARISTOCRAT SHADE PRODUCTS LIMIT- 
ED, MARKHAM, ONTARIO, CANADA, FILED 
10-27-1995. 


MARCESA 


OWNER OF CANADA REG. NO. 419257, DATED 
11-5-1993, EXPIRES 11-5-2008. 

FOR AWNINGS MADE OF FABRIC FOR PATIOS (U.S. 
CLS. 1, 2, 7, 19, 22, 42 AND 50). 

FIRST USE 6-0-1990; IN COMMERCE 9-0-1995. 


SN 75-055,876. ENVIRONMENTAL PRODUCTS DISTRIBU- 
TION COMPANY, HERMOSA BEACH, CA. FILED 
2-9-1996. 


ECO FILTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FILTER”, APART FROM THE MARK AS SHOWN. 

FOR ALL COTTON MUSLIN COFFEE FILTER (US. 
CLS. 1, 2, 7, 19, 22, 42 AND 50). 

FIRST USE 6-10-1995; IN COMMERCE 6-10-1995. 
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SN 75-105,583. OLYMPIA INDUSTRIAL, INC., CITY OF 
INDUSTRY, CA. FILED 5-17-1996. 


COVER ALL 


FOR REMOVABLE TARPAULIN (U.S. CLS. 1, 2, 7, 19, 22, 
42 AND 50). 


SN 75-111,695. ROLLUP SHUTTERS & AWNINGS, INC., 
HOLBROOK, NY. FILED 5-30-1996. 


CHAINLINK WINDFLEX 
ARMS 


NO CLAIM IS MADE TQ THE EXCLUSIVE RIGHT TO 
USE “CHAINLINK” AND “ARMS”, APART FROM THE 
MARK AS SHOWN. 

FOR AWNINGS AND COMPONENTS THEREOF, SOLD 
AS A UNIT (US. CLS. 1, 2, 7, 19, 22, 42 AND 50). 

FIRST USE 0-0-1988; IN COMMERCE 0-0-1988. 


SN 75-122,365. MONSANTO COMPANY, ST. LOUIS, MO. 
FILED 6-14-1996. 


LXi 


FOR NYLON CARPET FIBERS (U.S. CLS. 1, 2, 7, 19, 22, 
42 AND 50). 
FIRST USE 6-0-1993; IN COMMERCE 6-0-1993. 


CLASS 23—YARNS AND THREADS 


SN 75-109,494. MILLER INDUSTRIES, INC., LISBON 


FALLS, ME. FILED 5-24-1996. 


SUEDED 


FOR COTTON FIBER SPUN IN A WOOLEN SYSTEM 
USED IN THE CONSTRUCTION OF SWEATERS, HOME 
FURNISHINGS AND APPAREL (U.S. CL. 43). 

FIRST USE 4-0-1996; IN COMMERCE 4-0-1996. 
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SN 74-526,543. HERCULITE PRODUCTS, INC., YORK, PA. 
FILED 5-19-1994. 


LINEA 


THE ENGLISH TRANSLATION 
“LINE”. 

FOR COATED NYLON MATTRESS FABRIC (U.S. CL. 
42). 


OF THE MARK IS 


SN 75-012,020. HEALTHTEX APPAREL CORP., WILMING- 
TON, DE. FILED 10-30-1995. 


LITTLE IMPRESSIONS 


FOR BEDDING, NAMELY, ZIP QUILTS, COMFORT- 
ERS, CRIB BUMPERS, CRIB SHEETS, DUST RUFFLES, 
PILLOWCASES, CRIB BLANKETS, RECEIVING BLAN- 
KETS, BASSINET SHEETS, WASHCLOTHS, BLANKETS, 
THERMAL CRIB BLANKETS, HOODED TOWELS AND 
TOWELS, SOLD IN CHILDREN’S SPECIALTY STORES 
OR THE CHILDREN’S DEPARTMENT OF DEPART- 
MENT STORES (U.S. CLS. 42 AND 50). 


SN 75-075,830. SPRINGS INDUSTRIES, INC., FORT MILL, 
SC. FILED 3-20-1996. 


WAMSUTTA VERY SOFT 


COTTON 


OWNER OF U.S. REG. NOS. 324,825, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VERY SOFT COTTON”, APART FROM THE MARK 
AS SHOWN. 

FOR BED SHEETS AND PILLOWCASES MADE IN 
WHOLE OR IN SIGNIFICANT PART OF COTTON (USS. 
CLS. 42 AND 50). 

FIRST USE 12-26-1995; IN COMMERCE 12-26-1995. 


1,909,067 AND 


SN 75-078,218. DOMESTIC INDUSTRIES, INC., KINSTON, 
NC. FILED 3-25-1996. 


HEALTH-MESH 


FOR KNITTED FABRICS MADE OF COTTON AND PO- 
LYOLEFINS (U.S. CLS. 42 AND 50). 


SN 75-108,274. BURLINGTON INDUSTRIES, 
GREENSBORO, NC. FILED 5-22-1996. 


FUTURA STRETCH 2000 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STRETCH”, APART FROM THE MARK AS SHOWN. 

FOR FABRIC FOR USE IN THE MANUFACTURE OF 
CLOTHING (U.S. CLS. 42 AND 50). 


INC., 
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SN 75-113,205. WHS SALES CORPORATION, NEW YORK, 
NY. FILED 6-3-1996. 


SUN SATIONAL 


FOR FABRICS FOR USE IN THE MANUFACTURE OF 
UPHOLSTERY AND OUTDOOR FURNITURE (U.S. CLS. 
42 AND 50). 


SN 75-116,301. SPRINGS INDUSTRIES, INC., FORT MILL, 
SC. FILED 6-10-1996. 


LIVING GEAR 


FOR BED SHEETS, PILLOW CASES, COMFORTERS, 
PILLOWSHAMS, DUST RUFFLES, VALANCES, CUR- 
TAINS BED THROWS (U.S. CLS. 42 AND 50). 


SN 75-118,384. LIBERTY FABRICS, INC., NEW YORK, NY. 
FILED 6-13-1996. 


EXTERNAL CONNECTIVE 
TISSUE 


FOR “ELASTIC FABRIC FOR USE IN THE MANUFAC- 
TURE OF ATHLETIC WEAR” (U.S. CLS. 42 AND 50). 


SN 75-123,270. CONE MILLS CORPORATION, GREENS- 
BORO, NC. FILED 6-21-1996. 


XXX 


FOR DENIM FABRICS IN THE PIECE OF COTTON OR 
SYNTHETIC FIBERS OR ANY COMBINATION THEREOF 
FOR MAKING INTO MEN’S, WOMEN’S AND CHIL- 
DREN’S WEAR (U.S. CLS. 42 AND 50). 


SN 75-128,180. FLEXSYSTEMS USA INCORPORATED, 
OAKLAND, CA. FILED 7-1-1996. 


FLEXSYSTEMS 


FOR LABELS FOR BACK PACKS AND LUGGAGE (U.S. 
CLS. 42 AND 50). 
FIRST USE 4-0-1994; IN COMMERCE 4-0-1994. 
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SN 74-337,071. CHAUVIN INTERNATIONAL LTD., LOS 
ANGELES, CA. FILED 12-4-1992. 


BUM 


EQUIPMENT 


Qeanswear 


OWNER OF U.S. REG. NOS. 1,613,950, 1,724,691 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EQUIPMENT JEANSWEAR”, APART FROM THE 
MARK AS SHOWN. 

FOR T-SHIRTS, SWEATSHIRTS, AND JEANS (U.S. CL. 
39). 
FIRST USE 10-2-1992; IN COMMERCE 10-2-1992. 


SN 74-423,025. JOHN FLUEVOG SHOES, LTD., SEATTLE, 
WA. FILED 8-11-1993. 


THE MARK CONSISTS OF THE TWO-DIMENSIONAL 
CONFIGURATION OF SEVEN ANGELS SPACED ALONG 
THE BOTTOM SURFACE OR TREAD OR OUTER SOLE 
OF THE SHOE OR BOOT, AND ENCIRCLING APPLI- 
CANT’S LOGO. APPLICANT’S LOGO DOES NOT CON- 
STITUTE A PORTION OF THE TRADEMARK OF THIS 
APPLICATION; IT IS COVERED BY A SEPARATE 
TRADEMARK REGISTRATION. THE TREAD OR SOLE 
PER SE IS NOT PART OF THE MARK BUT IS MERELY 
INTENDED TO SHOW THE POSITION OF THE MARK. 

FOR SHOES AND BOOTS (U.S. CL. 39). 

FIRST USE 1-0-1993; IN COMMERCE 1-0-1993. 
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SN 74-474,128. FARAH INCORPORATED, EL PASO, TX. 
FILED 12-23-1993. 


SAVANE FRIDAY WEAR 


OWNER OF U.S. REG. NOS. 1,380,524 AND 1,380,529. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRIDAY WEAR”, APART FROM THE MARK AS 
SHOWN. 

FOR MEN’S, YOUNG MEN’S AND BOYS’ SLACKS, 
JEANS, WALK SHORTS, SPORT COATS, JACKETS AND 
SHIRT JACKETS (U.S. CL. 39). 


SN 74-483,891. AROCHA AND SONS, INCORPORATED, 
PHOENIX, AZ. FILED 1-28-1994. 


ARTURO 


FOR CLOTHING, NAMELY WESTERN STYLE LEATH- 
ER VESTS, JACKETS AND WAISTCOATS (U.S. CL. 39). 
FIRST USE 8-19-1990; IN COMMERCE 8-19-1990. 


SN 74-504,177. CRAMER, BRADLEY J., SCOTTSDALE, AZ. 
FILED 3-23-1994. 


BUDDYBALL 


FOR WEARING APPAREL, NAMELY, MEN’S, 
WOMEN’S AND CHILDREN’S SHIRTS, SWEATSHIRTS, 
JACKETS, VESTS, HATS, SHORTS, SWEATERS AND 
WARM-UP SUITS (U.S. CLS. 22 AND 339). 


SN 74-615,473. ANDOVER TOGS, INC., NEW YORK, NY. 
FILED 12-27-1994. 


STARTING LINE 


FOR CLOTHING FOR MEN, AND CHILDREN, 
NAMELY, PANTS, SHIRTS, JACKETS, BLOUSES, 
SKIRTS, DRESSES, JOGGING SUITS, AND SWEATERS 
(U.S. CLS. 22 AND 39). 

FIRST USE 7-0-1986; IN COMMERCE 7-0-1986. 
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SN 74-637,209. CATHERINES OF CALIFORNIA, INC., 


ROWLAND HEIGHTS, CA. FILED 2-22-1995. 


LK SPORT BY LINDA 
KAREN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORT”, APART FROM THE MARK AS SHOWN. 

THE NAME IN THE MARK DOES NOT IDENTIFY ANY 
PARTICULAR LIVING INDIVIDUAL. 

FOR WOMEN’S CLOTHING, NAMELY, T-SHIRTS, 
PANTS, BLOUSES, SWEATERS AND SKIRTS (U.S. CLS. 
22 AND 39). 

FIRST USE 5-15-1995; IN COMMERCE 5-15-1996. 


SN 74-637,717. NOBIS S.P.A., 20158 MILAN, ITALY, FILED 
2-23-1995. 


LENOBIS 


PRIORITY CLAIMED UNDER SEC. 44D) ON ITALY 
APPLICATION NO. MI94C010956, FILED 11-28-1994, REG. 
NO. 643206, DATED 2-9-1995, EXPIRES 11-28-2014. 

FOR CLOTHING ARTICLES, NAMELY, BEACHWEAR, 
SHIRTS, TROUSERS, PANTS, VESTS, SHORT PANTS, 
JUMPERS, PAJAMAS, NIGHTSHIRTS, NIGHTGOWNS, 
DRESSING GOWNS, PETTICOATS, UNDERSKIRTS, 
SLIPS, BRIEFS, BOXERS, PANTIES, BRASSIERES, JACK- 
ETS, COATS, AND CLOTHING ACCESSORIES, NAMELY, 
BODY BELTS, GLOVES, BELTS, NECKTIES, HATS, 
SCARVES, NECKERCHIEFS (FOULARDS), SOCKS, 
STOCKINGS, STOCKING SUSPENDERS, TIGHTS, LEO- 
TARDS FOR MEN, WOMEN AND CHILDREN, AND 
DRESSES AND SKIRTS FOR WOMEN AND CHILDREN 
(U.S. CLS. 22 AND 339). 
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SN 74-644,348. HOPECK, SCOTT J., FREELAND, PA. AS- 
SIGNEE OF PENTALK, HAZLETON, PA. FILED 
3-10-1995. 


=> 


THE MARK CONSISTS OF A STYLIZED DESIGN OF A 
PERSON ENGAGED IN EXERCISE. 

FOR FOOTWEAR, HEADWEAR AND CLOTHING, 
NAMELY, T-SHIRTS, SWEATSHIRTS, SHORTS, SWEAT- 
PANTS, HATS AND POLO SHIRTS (U.S. CLS. 22 AND 39). 

FIRST USE 7-28-1994; IN COMMERCE 8-18-1994. 


SN 74-669,632. LIBERTYVILLE SADDLE SHOP, INC., LI- 
BERTYVILLE, IL. FILED 5-4-1995. 


EQUILIBRE 


THE ENGLISH TRANSLATION OF “EQUILIBRE” IS 
“EQUILIBRIUM”. 

FOR CLOTHING, NAMELY, SHIRTS AND JACKETS 
(U.S. CLS. 22 AND 39). 

FIRST USE 4-3-1995; IN COMMERCE 4-3-1995. 


SN 74-713,177. BIG DOG HOLDINGS, INC., SANTA BAR- 
BARA, CA. FILED 8-9-1995. 


IF YOU CAN’T RUN WITH 
THE BIG DOGS STAY ON 
THE PORCH 


FOR T-SHIRTS, SWEATSHIRTS, NIGHTSHIRTS, AND 
CHILDREN’S T-SHIRTS (U.S. CLS. 22 AND 39). 
FIRST USE 1-0-1989; IN COMMERCE 1-0-1989. 
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SN 74-732,341. ATSCO FOOTWEAR INC., AVON, MA. 
FILED 9-21-1995. 


NATURAL BIO STEP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATURAL”, APART FROM THE MARK AS 
SHOWN. 

FOR FOOTWEAR (U.S. CLS. 22 AND 39). 

FIRST USE 10-15-1992; IN COMMERCE 3-22-1993. 


SN 74-734,309. FILA SPORT S.P.A., BIELLA (VC), ITALY, 
FILED 9-26-1995. 


FOR CLOTHING AND FOOTWEAR FOR MEN, 
WOMEN AND CHILDREN, NAMELY, SHIRTS, HATS, 
JACKETS, JOGGING SUITS, PANTS, COATS, T-SHIRTS, 
HEADBANDS, VISORS, SHORTS, SWIMSUITS, TANK- 
TOPS, SKIRTS, WARM-UP SUITS, FOOTWEAR IN GEN- 
ERAL, BELTS, SOCKS, SWEATSHIRTS AND UNDER- 
WEAR (U.S. CLS. 22 AND 339). 

FIRST USE 3-1-1995; IN COMMERCE 3-1-1995. 


SN 74-736,984. WOLVERINE WORLD WIDE, INC., ROCK- 
FORD, MI. FILED 9-11-1995. 


GROUND ENGAGING 
TOOLS 


FOR FOOTWEAR, HATS, CAPS, SOCKS AND T-SHIRTS 
(U.S. CLS. 22 AND 339). 


SN 75-000,268. CORSHE KNITS, INC., NEW YORK, NY. 
FILED 10-2-1995. 


MELISSA BROOKS 


THE NAME DOES NOT IDENTIFY A PARTICULAR 
LIVING INDIVIDUAL. 

FOR WOMEN’S CLOTHING, NAMELY, JACKETS, 
SWEATERS, BLOUSES, T-SHIRTS, DRESSES, PANTS, 
SKIRTS, PANTS AND SHORTS (U.S. CLS. 22 AND 39). 
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SN 75-001,618. SARA LEE CORPORATION, WINSTON- 
SALEM, NC. FILED 10-4-1995. 


DURATUFF 


FOR SOCKS (U.S. CLS. 22 AND 39). 


SN 75-003,491. GREEN, MICHAEL, ST. LOUIS, MO. FILED 
10-10-1995. 


WEDGIES 


FOR CLOTHING, NAMELY, SWEAT SHIRTS, SWEAT 
PANTS, HATS, VISORS, TEE-SHIRTS, SHIRTS, SWEAT- 
ERS, SHORTS, JACKETS, BELTS, GLOVES, SOCKS, UN- 
DERWEAR, BATHING SUITS, PANTS, SWEATBANDS, 
SKIRTS AND DRESSES (U.S. CLS. 22 AND 339). 


SN 75-009,521. JAG LICENSING LIMITED LIABILITY 
COMPANY, COLUMBUS, OH. FILED 10-24-1995. 


JAG 


OWNER OF U.S. REG. NOS. 1,164,699, 1,920,972 AND 
OTHERS. 

FOR CLOTHING, NAMELY, SKIWEAR, BELTS, RAIN- 
WEAR, SOCKS, HOSIERY, UNDERWEAR, SCARVES, 
SLEEPWEAR, BANDANAS, SYNTHETIC FUR COATS, 
WETSUITS, LEOTARDS, SUITS, SPORT COATS, SLACKS, 
AND OUTWEAR, NAMELY, COATS, OVERCOATS, TOP 
COATS, PARKAS, FOUL-WEATHER GEAR AND WIND- 
RESISTANT JACKETS (U.S. CLS. 22 AND 39). 


SN 75-011,150. BARNEY’S, INC., NEW YORK, NY. FILED 
10-27-1995. 


BARNEYS NEW YORK EASY 
LINE 


OWNER OF USS. REG. NOS. 740,068, 1,337,912 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEW YORK” AND “LINE”, APART FROM THE 
MARK AS SHOWN. 

FOR MEN’S CLOTHING AND _ SPORTSWEAR, 
NAMELY, SUITS, OVERCOATS, TOPCOATS, RAIN- 
COATS, TUXEDOS, SPORTS COATS, JACKETS, SHIRTS, 
AND SWEATERS; TROUSERS, SLACKS, JEANS AND 
SHORTS; SWEATSHIRTS AND SWEAT PANTS; VESTS; 
UNDERWEAR, PAJAMAS, ROBES, HATS, TIES, BELTS, 
SOCKS (U.S. CLS. 22 AND 39). 
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SN 75-011,321. BARNEY’S, INC., NEW YORK, NY. FILED 
10-27-1995. 


EASY LINE 


OWNER OF U.S. REG. NOS. 740,068, 1,337,912 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LINE”, APART FROM THE MARK AS SHOWN. 

FOR MEN’S CLOTHING AND _ SPORTSWEAR, 
NAMELY, SUITS, OVERCOATS, TOPCOATS, RAIN- 
COATS, TUXEDOS, SPORTS COATS, JACKETS, SHIRTS, 
AND SWEATERS; TROUSERS, SLACKS, JEANS AND 
SHORTS; SWEATSHIRTS AND SWEAT PANTS; VESTS, 
UNDERWEAR, PAJAMAS, ROBES, HATS, TIES, BELTS, 
SOCKS (U.S. CLS. 22 AND 39). 


SN 75-014,050. FRIED, NEIL, DELRAY BEACH, FL. AND 
FRIED, RICKIE, DELRAY BEACH, FL. FILED 
11-2-1995. 


THE PORTRAIT IS A REPRESENTATION OF NEIL I. 
FRIED WHO IS ONE OF THE APPLICANTS AND 
WHOSE CONSENT TO USE HAS BEEN GIVEN. 

FOR CLOTHING AND HEADWEAR, CHILDREN’S 
CLOTHING AND HEADWEAR, NAMELY, COSTUMES 

HALLOWEEN AND MASQUERADE), T-SHIRTS, 
ROMPERS, CAPES, SWEATSHIRTS, PAJAMAS, NIGHT 
SHIRTS, APRONS, AND HATS (U.S. CLS. 22 AND 39). 


SN 75-016,685. WAL-MART STORES, 
VILLE, AR. FILED 11-8-1995. 


INC., BENTON- 


SWsTH 


FOR CLOTHING, NAMELY COATS, JACKETS, 
BLOUSES, SKIRTS, DRESSES, PANTS, SHORTS AND 
SWEATERS (U.S. CLS. 22 AND 39). 

FIRST USE 1-1-1995; IN COMMERCE 1-1-1995. 
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SN 75-025,423. GREENBERG, ROBERT S., NEW YORK, 
NY. FILED 11-29-1995. 


THE DRAWING IS LINED FOR THE COLORS GREEN 
AND RED. 

FOR CLOTHING, NAMELY, JEANS, JACKETS, JER- 
SEYS, VESTS, T-SHIRTS, KNIT SHIRTS, POLO SHIRTS, 
SHIRTS, PANTS, SOCKS, SWEATERS, SWEATSHIRTS, 
HATS, BOXER SHORTS, SHORTS, BANDANNAS, NECK- 
TIES, SCARVES, AND BELTS (U.S. CLS. 22 AND 339). 


SN 75-026,582. FU KONG, INC., TEMPLE CITY, CA. 
FILED 12-1-1995. 


SHU + SHU 


“SHU” IS A TRANSLITERATION OF THE CHINESE 
NAME “HSU” WHICH MEANS “ALLOW”. 

FOR CLOTHING FOR WOMEN, NAMELY, SWEATERS, 
AND KNITWEAR, NAMELY, SKIRTS, VESTS, TOPS, 
PANTS, SHIRTS, JACKETS AND SUITS (U.S. CLS. 22 
AND 339). 

FIRST USE 3-0-1996; IN COMMERCE 3-0-1996. 


SN 75-039,362. FEOLA, ANTHONY, MEDFORD, MA. 
FILED 1-2-1996. 


TRANI 


FOR CLOTHING, NAMELY, T-SHIRTS, APRONS, 
SMOCKS, JACKETS AND HEAD WEAR (US. CLS. 22 
AND 39). 


SN 75-044,086. SCHOFFEL NORTH AMERICA, L.P., KET- 
CHUM, ID. FILED 1-16-1996. 


SCHOFFEL 


SEC. 2(F). 
FOR SKI WEAR AND OUTERWEAR, NAMELY, JACK- 
ETS, SWEATERS, PANTS, HATS AND GLOVES (U.S. 
CLS. 22 AND 39). 
FIRST USE 2-20-1990; IN COMMERCE 2-20-1990. 
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SN 75-048,643. XTREME WEAR, INC., SCOTTSDALE, AZ. 
FILED 1-22-1996. 


KULMANKUL 


FOR SPORTS RELATED CLOTHING, NAMELY, T- 
SHIRTS, TANK TOPS, SWEAT SHIRTS, SHORTS, SWEAT 
PANTS, BIKING PANTS, HATS, CAPS, AND VISORS (U.S. 
CLS. 22 AND 39). 


SN 75-051,680. KEITH BLACK RACING ENGINES, INC., 
SOUTH GATE, CA. FILED 2-1-1996. 


KB 


FOR WEARING APPAREL, NAMELY, T-SHIRTS, JACK- 
ETS, CAPS, APRONS AND GOLF SHIRTS SOLD 
THROUGH AUTO RACING EQUIPMENT CATALOGS 
(U.S. CLS. 22 AND 339). 


SN 75-055,471. ARANGOLD CORPORATION, SKOKIE, IL. 
FILED 2-9-1996. 


CIGAR USA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “USA”, APART FROM THE MARK AS SHOWN. 

FOR T-SHIRTS, SWEATSHIRTS, AND CAPS (U.S. CLS. 
22 AND 339). 


SN 75-055,796. ALLIANCE GAMING CORPORATION, LAS 
VEGAS, NV. FILED 2-9-1996. 


RAIL CITY 


FOR WEARING APPAREL, NAMELY, T-SHIRTS, GOLF 
SHIRTS, TANK TOPS, BLOUSES, VESTS, SWEATERS, 
DRESSES, SKIRTS, JUMPERS JUMPSUITS, OVERALLS, 
JACKETS, BLAZERS, SPORT COATS, BOXER SHORTS, 
UNDERWEAR, BRAS, PANTS, SLACKS, JEANS, SHORTS, 
JOGGING SUITS, DRESS SUITS, COATS, RAIN COATS, 
NECKTIES, BOW-TIES, GLOVES, BELTS, APRONS 
HEADBANDS, SOCKS, SUSPENDERS, ROBES, HATS, 
CAPS, VISORS, AND SCARVES (U.S. CLS. 22 AND 39). 


SN 75-056,304. PRODUCT SOURCING INTERNATIONAL, 
INC., GLENFIELD, AUCKLAND, NEW ZEALAND, 
FILED 2-12-1996. 


NEW HARDWARE 


FOR SHIRTS, PANTS, BLOUSES, SWEATERS, JACK- 
ETS, SHORTS, HATS, SHOES, UNDERWEAR, SKIRTS 
(U.S. CLS. 22 AND 39). 
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SN 75-059,456. AKINS, KENNETH G., WEST FRANK- 
FORT, IL. FILED 2-20-1996. 


THE LINED AREA OF THE DRAWING IS TO BE RED 
IN COLOR. 

THE MARK CONSISTS OF A WHITE GLOVE, HAVING 
A RIBBED CUFF AND ALTERNATING COLORS OF RED 
ON THE THIRD AND LITTLE FINGERS, AND AN EN- 
SIGNIA OF A MINIATURE DUPLICATE OF THE SAME 
GLOVE ON THE INDEX FINGER PORTION. 

FOR GLOVES (U.S. CLS. 22 AND 39). 


SN 75-063,519. HENDERSON, 
FILED 2-26-1996. 


THOMAS, AUSTIN, TX. 


SANDBAGGIN DOG 


FOR GOLF PANTS, GOLF JACKETS, GOLF SHIRTS, 
HATS, T-SHIRTS AND GOLF BELTS (U.S. CLS. 22 AND 
39). 

FIRST USE 1-1-1995; IN COMMERCE 1-1-1995. 


SN 75-064,580. BUGLE BOY INDUSTRIES, INC., SIMI 
VALLEY, CA. FILED 2-28-1996. 


nm TECH 


THE DESIGN ELEMENT OF THE MARK CONSISTS OF 
THE GREEK LETTER “PI”. 

FOR CLOTHING, NAMELY, PANTS, SHIRTS, T- 
SHIRTS, SWEATSHIRTS, SWEATPANTS, VESTS, BELTS, 
BASEBALL CAPS AND VISORS (U.S. CLS. 22 AND 39). 
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SN 75-071,924. BEGED, INC., DBA DIRECT SOURCE AP- 
PAREL, CITY OF COMMERCE, CA. FILED 3-13-1996. 


FOR CHILDREN’S CLOTHING, NAMELY, SHIRTS, T- 
SHIRTS, JACKETS, OVERALLS, PANTS, SOCKS, CLOTH 
BIBS, ROMPERS AND HATS (U.S. CLS. 22 AND 39). 


SN 75-080,208. HUIJGEN, MATTHIJS THOMAS, SANTA 
BARBARA, CA. FILED 3-28-1996. 


HEMPWORLD 


FOR CLOTHING MADE IN WHOLE OR SIGNIFICANT 
PART FROM HEMP, SPECIFICALLY THE MATURE 
STALKS OF THE CANNABIS SATIVA PLANT, NAMELY, 
T-SHIRTS (U.S. CLS. 22 AND 39). 


SN 75-081,750. NO FEAR, INC., CARLSBAD, CA. FILED 
4-1-1996. 


LOTS OF FEAR 


FOR WEARING APPAREL, NAMELY SHIRTS, T- 
SHIRTS, SHORTS, PANTS, SWEATSHIRTS, SWEAT- 
PANTS, HATS, VISORS, SHOES AND BELTS (U.S. CLS. 22 
AND 339). 


SN 75-081,962. WINDSOR SMITH PTY. LTD., PRESTON, 
VICTORIA 3072, AUSTRALIA, FILED 4-1-1996. 


VENOM 


FOR BOOTS, SHOES, SPORTS SHOES 
AND SLIPPERS (U.S. CLS. 22 AND 339). 
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SN 75-082,780. BEN DAVIS COMPANY, SAN FRANCISCO, 
CA. FILED 4-2-1996. 


BEN DAVIS 


OWNER OF U.S. REG. NOS. 
OTHERS. 

“BEN DAVIS” IS A LIVING INDIVIDUAL WHOSE 
CONSENT IS OF RECORD. 

FOR CLOTHING, NAMELY, PANTS, WORK PANTS, 
JEANS, WORK JEANS, TROUSERS, WORK TROUSERS, 
OVERALLS, COVERALLS, APRONS, SHIRTS, WORK 
SHIRTS, SHOP COATS, JACKETS AND WORK JACKETS 
(U.S. CLS. 22 AND 39). 

FIRST USE 0-0-1935; IN COMMERCE 0-0-1935. 


1,814,032, 1,819,998 AND 


SN 75-085,247. WALKER, HELEN R., DALLAS, TX. FILED 
4-8-1996. 


CLEO 


FOR HEADGEAR, SPECIFICALLY HEAD WRAPS 
MADE OF SOFT FABRIC SUCH AS TERRY FOR USE 
AFTER BATHING OR AS A CASUAL HEAD COVERING 
(U.S. CLS. 22 AND 39). 

FIRST USE 7-29-1996; IN COMMERCE 7-29-1996. 


SN 75-086,099. KARASIK, RANDAL, ARVADA, CO. FILED 
4-10-1996. 


WINDRAMS 


FOR SUNVISOR WITH EYE PROTECTION (U.S. CLS. 22 
AND 339). 


SN 75-087,624. RENO COMPANY, THE, SHREVEPORT, 
LA. FILED 4-15-1996. 


I AM AMERICAN 


FOR CLOTHING, NAMELY, T-SHIRTS, SWEATSHIRTS, 
CAPS, TIES, PANTS AND SHORTS (U.S. CLS. 22 AND 39). 


SN 75-090,085. AT LAST SPORTSWEAR INC., SECAUCUS, 
NJ. FILED 4-12-1996. 


COMPANY 709 


FOR LADIES, MEN AND KIDS, TOPS, SKIRTS, PANTS, 
BLOUSES, SHORTS, SHIRTS, SWEATER, DRESSES AND 
PLAYSUITS (U.S. CLS. 22 AND 39). 

FIRST USE 9-4-1995; IN COMMERCE 9-4-1995. 
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SN 75-094,132. BURNHAM PLACE DESIGN STUDIOS 
INC., EVANSTON, IL. FILED 4-25-1996. 


EAT YOUR VEGETABLES 
CLOTHING COMPANY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLOTHING COMPANY”, APART FROM THE 
MARK AS SHOWN. 

FOR CHILDREN’S SWEATERS (U.S. CLS. 22 AND 39). 

FIRST USE 3-17-1996; IN COMMERCE 3-17-1996. 


SN 75-097,614. BRAHA, GIL, BROOKLYN, NY. FILED 
5-2-1996. 


Yous ~w% 
MEAN JEANS « 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE ORIGINAL”, “JEANS CO.”, AND “U.S.A. 
SPORTS”, APART FROM THE MARK AS SHOWN. 

FOR MEN’S, WOMEN’S AND CHILDREN’S SPORTS- 
WEAR, NAMELY, JEANS AND T-SHIRTS; FOOTWEAR, 
NAMELY, SHOES AND SOCKS (U.S. CLS. 22 AND 339). 


SN 75-098,731. BRATTEN, FERN, ORLEAN, VA. FILED 
3-6-1996. 


FERN WEAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WEAR”, APART FROM THE MARK AS SHOWN. 

FOR WOMEN’S APPAREL FOR FULL-FIGURED 
WOMEN, NAMELY, DRESSES, PANTS, BLOUSES, SUITS, 
SKIRTS, T-SHIRTS, JACKETS AND SHORTS (U.S. CLS. 22 
AND 339). 


SN 75-104,607. VANITY FAIR, INC., WILMINGTON, DE. 
FILED 5-15-1996. 


THE SHAPE OF LACE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LACE”, APART FROM THE MARK AS SHOWN. 

FOR BRAS, PANTIES, AND FOUNDATION GAR- 
MENTS, NAMELY, BODYBRIEFERS, BRIEFS, GIRDLES, 
BIKE PANTS, SLIPS AND CONTROL BOTTOMS (U.S. 
CLS. 22 AND 39). 
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SN 75-105,519. ALLEN, JAMES R., MESA, AZ. FILED 
5-17-1996. 


ENGEAR 


FOR CLOTHING, NAMELY, MEN’S, WOMEN’S AND 
CHILDREN’S T-SHIRTS, SHORTS, HATS, CAPS, SWEAT- 
SHIRTS, SWEATPANTS, POLO SHIRTS, DRESS SHIRTS, 
JACKETS, VISORS AND SOCKS (U.S. CLS. 22 AND 339). 


SN 75-106,781. DEBI SUE, LLC, NEW YORK, NY. FILED 
5-20-1996. 


Clyse Codwards 


THE NAME IN THE MARK DOES NOT IDENTIFY A 
PARTICULAR LIVING INDIVIDUAL. 

FOR LADIES’ CLOTHING, NAMELY, SUITS, VESTS, 
PANTS, BLAZERS, SKIRTS, DRESSES, JACKETS AND 
COATS (U.S. CLS. 22 AND 339). 

FIRST USE 4-19-1996; IN COMMERCE 4-19-1996. 


SN 75-107,859. PACIFIC DUNLOP (ASIA) LIMITED, KOW- 
LOON, HONG KONG, FILED 5-21-1996. 


CIRCULATION SOCK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOCK”, APART FROM THE MARK AS SHOWN. 
FOR FOOTWEAR AND CLOTHING, NAMELY, SOCKS, 
HOSIERY, AND UNDERWEAR (U.S. CLS. 22 AND 339). 


SN 75-110,513. OBLIVIOUS, PTN., RANCHO CUCA- 
MONGA, CA. FILED 5-28-1996. 


betlolz 


FOR HEADWEAR, FOOTWEAR, T-SHIRTS, SHORTS, 
TOPS, BOTTOMS, BATHING SUITS, BEACH COVERUPS, 
DRESSES, SKIRTS (U.S. CLS. 22 AND 339). 
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SN 75-110,685. LEFALL, WAYMON E., BALTIMORE, MD. 
FILED 5-28-1996. 


FOR CLOTHING, NAMELY, JACKETS, SHIRTS, T- 
SHIRTS, HATS, AND UNIFORMS (U.S. CLS. 22 AND 39). 
FIRST USE 4-13-1983; IN COMMERCE 4-13-1983. 


SN 75-112,086. MOOVIES, INC., GREENVILLE, SC. FILED 
5-31-1996. 


ill 
dl 


OWNER OF U.S. REG. NOS. 1,815,522, 1,924,919 AND 
OTHERS. 

FOR CLOTHING, NAMELY, TEE-SHIRTS AND HATS 
(U.S. CLS. 22 AND 339). 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 25—(Continued). 


SN 75-112,097. MOOVIES, INC., GREENVILLE, SC. FILED 
5-31-1996. 


OWNER OF U.S. REG. NOS. 1,815,522, 1,924,919 AND 
OTHERS. 

FOR CLOTHING, NAMELY, TEE-SHIRTS AND HATS 
(U.S. CLS. 22 AND 39). 


SN 75-112,802. AMERICAN MENTALITY, INC., ORLAN- 
DO, FL. FILED 6-3-1996. 


UGP UNDERGROUND 
PRODUCTS 


OWNER OF U.S. REG. NO. 1,538,100. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUCTS”, APART FROM THE MARK AS 
SHOWN. 

FOR CLOTHING AND SPORTSWEAR, NAMELY, T- 
SHIRTS, PANTS, SHORTS, HATS, SWEATERS, SWEAT- 
SHIRTS AND PULLOVER SHIRTS (U.S. CLS. 22 AND 39). 

FIRST USE 1-17-1988; IN COMMERCE 1-17-1988. 


SN 75-113,587. J. C. PENNEY COMPANY, INC., PLANO, 
TX. FILED 6-4-1996. 


ULTIMATE UP LIFT 


FOR HOSIERY (U.S. CLS. 22 AND 39). 


SN 75-113,799. AMERICAN NEEDLE, BUFFALO GROVE, 
IL. FILED 6-4-1996. 


KISS THE SKY 


FOR MEN’S, WOMEN’S AND CHILDREN’S CLOTHING, 
NAMELY, PANTS, SHIRTS, SKIRTS, COATS, JACKETS, 
AND SHOES; HEADWEAR, NAMELY, HATS AND CAPS; 
AND ACCESSORIES, NAMELY, BELTS (U.S. CLS. 22 AND 
39). 
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SN 75-115,315. MAGGY LONDON INTERNATIONAL _ SN 75-116,071. BANDZ, INC., SMELTERVILLE, ID. FILED 
LTD., NEW YORK, NY. FILED 6-6-1996. 6-7-1996. 


C.F. CHRISTOPHER 


“C.F. CHRISTOPHER” IS A FANCIFUL NAME AND 
DOES NOT REFER TO A LIVING INDIVIDUAL. 


FOR WOMEN’S CLOTHING, NAMELY, DRESSES, 


BLOUSES, JACKETS, PANTS AND SKIRTS (U.S. CLS. 22 
AND 39). 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
SN 75-115,370. DML MARKETING GROUP, INC., USE “BANDS USA”, APART FROM THE MARK AS 


SYLMAR, CA. FILED 6-6-1996. SHOWN. 
FOR SUPERABSORBENT, DISPOSABLE SWEATBANDS 


(U.S. CLS. 22 AND 339). 
FIRST USE 9-1-1995; IN COMMERCE 9-1-1995. 


SQUAW CREEK 


SN 75-117,050. MEAD CORPORATION, THE, DAYTON, 
OH. FILED 6-10-1996. 


FOR CLOTHING, NAMELY, SOCKS, LEOTARDS, 
TIGHTS, THIGH HIGHS, OVER THE KNEE HOSIERY 


(U.S. CLS. 22 AND 339). 
FIRST USE 4-8-1996; IN COMMERCE 4-8-1996. 


SN 75-115,526. HERRING, CRAIG P., DBA MAUI TROPICS, 
HERMOSA BEACH, CA. FILED 6-7-1996. 
FOR T-SHIRTS, CAPS AND SWEATSHIRTS FOR MEN, 
WOMEN AND CHILDREN (U.S. CLS. 22 AND 339). 


MAUI TROPICS 


SN 75-117,120. SHEA, DAN, SCOTTSDALE, AZ. FILED 
6-11-1996. 


ARIZ-ISTIBLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MAUI”, APART FROM THE MARK AS SHOWN. 
FOR CLOTHING, NAMELY, SHIRTS, T-SHIRTS, 
SHORTS, SWIMSUITS, DRESSES, TANK TOPS, SURFING FOR MEN’S AND WOMEN’S CLOTHING, NAMELY, 


JERSEYS, HATS AND VISORS (U.S. CLS. 22 AND 39). SHIRTS (U.S. CLS. 22 AND 339). 
FIRST USE 1-11-1986; IN COMMERCE 3-17-1986. FIRST USE 5-24-1996; IN COMMERCE 5-24-1996. 
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SN 75-118,055. JPA MINNESOTA, INC., MINNEAPOLIS, 
MN. FILED 6-13-1996. 


NAMMETS 


FOR CLOTHING, NAMELY, JACKETS, PANTS AND 
WARM-UP SUITS (U.S. CLS. 22 AND 39). 
FIRST USE 12-31-1993; IN COMMERCE 12-31-1993. 


SN 75-118,837. A&G, INC., LOUISVILLE, KY. FILED 
6-14-1996. 


FOR CLOTHING, NAMELY, T-SHIRTS, TANK TOPS, 
SWEATSHIRTS, SWEAT PANTS, SHORTS, SOCKS, GAR- 
TERS, HATS, AND SWIMWEAR (U.S. CLS. 22 AND 39). 


SN 75-118,890. HOCALAR, B.V., HOLLAND, NETHER- 
LANDS, FILED 6-14-1996. 


DAZZLE GIRLS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GIRLS”, APART FROM THE MARK AS SHOWN. 

FOR PANTS, JEANS, ROMPERS, JUMPSUITS, SHORTS, 
SHIRTS, SWEATERS, SWEATSHIRTS, SWEAT SHORTS, 
VESTS, JACKETS, SPORTCOATS, BLAZERS, COATS, 
HATS, SCARVES, GLOVES, T-SHIRTS, OVERALLS, 
SWIMSUITS, SOCKS AND UNDERWEAR, ROBES, TROU- 
SERS, SLACKS, BLOUSES, KIT TOPS, SKIRTS, DRESSES, 
HOSIERY, PANTY HOUSE, TIGHTS, STOCKINGS, LEO- 
TARDS, SLEEPWEAR, UNDERWEAR BRIEFS AND TOPS 
STRING BIKINIS, TANK TOPS, BRAS, PANTIES AND 
FOOTWEAR (U.S. CLS. 22 AND 39). 
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SN 75-118,891. HOCALAR, B.V., HOLLAND, NETHER- 
LANDS, FILED 6-14-1996. 


DAZZLE KIDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KIDS”, APART FROM THE MARK AS SHOWN. 

FOR PANTS, JEANS, ROMPERS, JUMPSUITS, SHORTS, 
SHIRTS, SWEATERS, SWEATSHIRTS, SWEAT SHORTS, 
VESTS, JACKETS, SPORTCOATS, BLAZERS, COATS, 
HATS, SCARVES, GLOVES, T-SHIRTS, OVERALLS, 
SWIMSUITS, SOCKS AND UNDERWEAR, ROBES, TROU- 
SERS, SLACKS, BLOUSES, KNIT TOPS, SKIRTS, 
DRESSES, HOSIERY, PANTY HOSE, TIGHTS, STOCK- 
INGS, LEOTARDS, SLEEPWEAR, UNDERWEAR BRIEFS 
AND TOPS, STRING BIKINIS, TANK TOPS, BRAS, PAN- 
TIES AND FOOTWEAR (U.S. CLS. 22 AND 39). 


SN 75-119,189. GREW, HUGH, BERKELEY, CA. FILED 
6-13-1996. 


° FAUX MEDIA- 


FOR SHIRTS, SHORTS, BASEBALL-STYLE CAPS, 
PANTS, SWEATPANTS, JACKETS, HATS, SOCKS (U.S. 
CLS. 22 AND 39). 


SN 75-121,004. C.S.F. CORP., WILMINGTON, DE. FILED 
6-18-1996. 


INTERNATIONAL BABY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BABY”, APART FROM THE MARK AS SHOWN. 

FOR FULL LINE OF CLOTHING FOR INFANTS AND 
BABIES (U.S. CLS. 22 AND 39). 
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SN 75-121,135. MANZELLA PRODUCTIONS, INC., BUFFA- 
LO, NY. FILED 6-10-1996. 


AQUA-BARRIER 


FOR CLOTHING, NAMELY, GLOVES AND SOCKS 
(U.S. CLS. 22 AND 39). 
FIRST USE 1-0-1995; IN COMMERCE 1-0-1995. 


SN 75-121,315. SIR, RICHARD HYUN, LOS ANGELES, CA. 
FILED 6-14-1996. 


HITLIST 


FOR CLOTHING, NAMELY, PANTS, SHIRTS, 
DRESSES, KNITS, JACKETS, COATS, AND HOSIERY 
(U.S. CLS. 22 AND 339). 

FIRST USE 3-0-1996; IN COMMERCE 3-0-1996. 


SN 75-123,021. E.S. ORIGINALS, INC., NEW YORK, NY. 
FILED 5-30-1996. 


KOOL ICE 


FOR FOOTWEAR (U.S. CLS. 22 AND 39). 


SN 75-123,022. E.S. ORIGINALS, INC., NEW YORK, NY. 
FILED 5-30-1996. 


HOT ICE 


FOR FOOTWEAR (U.S. CLS. 22 AND 339). 


SN 75-123,023. E.S. ORIGINALS, INC., NEW YORK, NY. 
FILED 5-30-1996. 


VICTORIA ROSE 


FOR FOOTWEAR (US. CLS. 22 AND 39). 
FIRST USE 5-15-1996; IN COMMERCE 5-15-1996. 


SN 75-123,589. WEGLARZ, JACOB, BEDFORD PARK, IL. 
FILED 6-21-1996. 


FIVE FOR FIVE 


FOR CLOTHING, NAMELY, T-SHIRTS, JACKETS, 
TANK TOPS, DRESS SHIRTS, POLO SHIRTS, SWEAT- 
ERS, VESTS, SHOES, SNEAKERS, SWEATBANDS, 
SCARVES, CAPS, HATS, SHORTS, SKIRTS, SWEAT- 
SHIRTS, SWEAT PANTS, PANTS, SLACKS, PAJAMAS, 
NIGHTSHIRTS, UNDERWEAR, TIES, SUSPENDERS AND 
BELTS (U.S. CLS. 22 AND 39). 
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SN 75-123,899. HAYES, JEDAUNE, DBA ONCE YOU 
INTER THE GAME BEGINS, RICHTON PARK, IL. 
FILED 6-24-1996. 


ONCE YOU INTER THE 
GAME BEGINS 


FOR T-SHIRTS, CAPS, SHORTS, SWEATSHIRTS, 
SWEATSUITS AND JACKETS (U.S. CLS. 22 AND 339). 
FIRST USE 6-0-1988; IN COMMERCE 6-0-1988. 


SN 75-125,558. H.H. BROWN SHOE COMPANY, INC., 
GREENWICH, CT. FILED 6-26-1996. 


FLEX-WELT 


FOR FOOTWEAR (USS. CLS. 22 AND 39). 


SN 75-126,380. C. & J. CLARK AMERICA, INC., KENNETT 
SQUARE, PA. FILED 6-27-1996. 


YOU HAVEN’T BEEN THIS 
COMFORTABLE IN YEARS 


FOR FOOTWEAR (U.S. CLS. 22 AND 39). 


SN 75-126,527. HOUSE OF BLUES BRANDS CORP., WEST 
HOLLYWOOD, CA. FILED 6-27-1996. 


VOODOO GARDEN 


FOR CLOTHING, NAMELY, HATS, CAPS, VISORS, 
HEADBANDS, NECKWEAR, SCARVES, SHIRTS, SWIM- 
SUITS, T-SHIRTS, SWEATSUITS, COATS, SHORTS, 
SLACKS, JEANS, PANTS, JACKETS, GLOVES, BELTS, 
SOCKS, SHOES, SLIPPERS, AND UNDERGARMENTS 
(U.S. CLS. 22 AND 39). 


SN 75-126,532. HOUSE OF BLUES BRANDS CORP., WEST 
HOLLYWOOD, CA. FILED 6-27-1996. 


BARN BURNER 


FOR CLOTHING, NAMELY, HATS, CAPS, VISORS, 
HEADBANDS, NECKWEAR, SCARVES, SHIRTS, SWIM- 
SUITS, T-SHIRTS, SWEATSUITS, COATS, SHORTS, 
SLACKS, JEANS, PANTS, JACKETS, GLOVES, BELTS, 
SOCKS, SHOES, SLIPPERS, AND UNDERGARMENTS 
(U.S. CLS. 22 AND 39). 
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SN 75-126,981. SUMMER, SANDRA, YONKERS, NY. FILED 
6-28-1996. 


BRAVE LITTLE 
AEROPLANE 


FOR CLOTHING, NAMELY, TEE SHIRTS, SWEAT- 
SHIRTS, JACKETS, SKIRTS, PANTS, BLOUSES, SHIRTS, 
HEADWEAR, BANDANAS, BATHROBES, NIGHTSHIRTS, 
PAJAMAS, SOCKS AND CLOTH BIBS (U.S. CLS. 22 AND 
39). 


SN 75-127,910. MOORE, WILLIAM CHARLES, DALLAS, 
TX. FILED 7-1-1996. 


ALL GIRL SPORTSWEAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTSWEAR”, APART FROM THE MARK AS 
SHOWN. 

FOR CLOTHING, NAMELY, PANTS, SHORTS, SKIRTS, 
DRESSES, SOX, SWEATS, SHIRTS, TEE SHIRTS, TANK 
TOPS, FASHION TOPS, UNDERWEAR, CAPS, JACKETS 
(U.S. CLS. 22 AND 339). 


SN 75-128,163. N.C. SPORT (U.S.A.), LLC, NEW YORK, NY. 
FILED 7-1-1996. 


GLOBAL NEWS 


FOR CLOTHING, NAMELY, JACKETS, SHORTS, 
FLEECE TOPS AND BOTTOMS, SWIM TRUNKS, KNIT 
SHIRTS, SPORT SHIRTS, SWEATERS AND PANTS (U.S. 
CLS. 22 AND 339). 


SN 75-128,954. NBA PROPERTIES, INC., NEW YORK, NY. 
FILED 7-2-1996. 


NEW YORK RENAISSANCE 
FIVE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEW YORK”, APART FROM THE MARK AS 
SHOWN. 

FOR CLOTHING, NAMELY, HOSIERY, FOOTWEAR, T- 
SHIRTS, SWEATSHIRTS, SWEATPANTS, PANTS, TANK 
TOPS, JERSEYS, SHORTS, PAJAMAS, SPORT SHIRTS, 
RUGBY SHIRTS, SWEATERS, BELTS, TIES, NIGHT- 
SHIRTS, HATS, WARM-UP SUITS, JACKETS, PARKAS, 
COATS, CLOTH BIBS, HEAD BANDS, WRIST BANDS, 
APRONS, BOXER SHORTS, SLACKS, CAPS, EAR MUFFS, 
AND GLOVES (U.S. CLS. 22 AND 39). 
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SN 75-128,958. NBA PROPERTIES, INC., NEW YORK, NY. 
FILED 7-2-1996. 


PROVIDENCE 
STEAMROLLERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROVIDENCE”, APART FROM THE MARK AS 
SHOWN. 

FOR CLOTHING, NAMELY, HOSIERY, FOOTWEAR, T- 
SHIRTS, SWEATSHIRTS, SWEATPANTS, PANTS, TANK 
TOPS, JERSEYS, SHORTS, PAJAMAS, SPORT SHIRTS, 
RUGBY SHIRTS, SWEATERS, BELTS, TIES, NIGHT- 
SHIRTS, HATS, WARM-UP SUITS, JACKETS, PARKAS, 
COATS, CLOTH BIBS, HEAD BANDS, WRIST BANDS, 
APRONS, BOXER SHORTS, SLACKS, CAPS, EAR MUFFS, 
AND GLOVES (U.S. CLS. 22 AND 39). 


SN 75-128,966. WIKE, DAVID, NEW YORK, NY. FILED 
7-2-1996. 


SWEIRD 


FOR CLOTHING, NAMELY, T-SHIRTS AND HATS (U.S. 
CLS. 22 AND 39). 


SN 75-129,290. E&E HOSIERY INC., NEW YORK, NY. 
FILED 7-2-1996. 


LEGLIFE 


FOR HOSIERY, LEGGINGS, LEOTARDS, TIGHTS, 
STOCKINGS, PANTYHOSE, AND FOOTWEAR (U.S. CLS. 
22 AND 339). 


SN 75-129,292. AGE GROUP LTD., 
FILED 7-2-1996. 


FREE PLAY 


NEW YORK, NY. 


FOR ACTIVEWEAR, BODYWEAR, AND EXERCISE 
WEAR, NAMELY, BODY SUITS, TIGHTS, LEOTARDS, 
TOPS, SHORTS, SWEAT SHIRTS, SWEAT PANTS, HO- 
SIERY, HEADBANDS, AND WRIST BANDS (U.S. CLS. 22 
AND 39). 


SN 75-129,368. THERMOS COMPANY, THE, SCHAUM- 
BURG, IL. FILED 7-3-1996. 


THERMOS 


FOR CLOTHING, NAMELY, SHIRTS, SWEATSHIRTS, 
CAPS AND SHORTS (U.S. CLS. 22 AND 39). 
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SN 75-129,512. MANNOR CORPORATION, NEW YORK, 
NY. FILED 7-3-1996. 


ADJUSTEASE 


FOR TROUSERS (U.S. CLS. 22 AND 39). 
FIRST USE 2-0-1985; IN COMMERCE 2-0-1985. 


SN 75-130,420. CHARLES, WILLIAM E., CHARLOTTE, NC. 
AND CHARLES, ELLEN C., CHARLOTTE, NC. FILED 
7-5-1996. 


FAST DOG 


FOR CLOTHING, NAMELY, T-SHIRTS, HATS, CAPS, 
JACKETS, SOCKS, BOXER SHORTS, SHIRTS, SWEAT- 
SHIRTS, SWEATPANTS, SWEATERS, GOLF SHIRTS, 
COLLAR SHIRTS, PLACKET SHIRTS, JEANS, SLEEP 
WEAR, WOVEN SHIRTS, DENIM SHIRTS, JACKETS, 
COATS, PARKAS AND RAIN WEAR (U.S. CLS. 22 AND 
39). 


SN 75-131,249. ORR, PAULETTE R., DECATUR, GA. 
FILED 7-8-1996. 


ORR-RIGINALS CREATIVE 
FASHION IN MOTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORIGINALS” AND “CREATIVE FASHION”, 
APART FROM THE MARK AS SHOWN. 

FOR CLOTHING, NAMELY, DRESSES, BLOUSES, 
PANTS, JACKETS, SKIRTS, VESTS, EVENING DRESSES 
FOR WOMEN, HEADGEAR, NAMELY, HATS AND CAPS 
FOR WOMEN (U.S. CLS. 22 AND 39). 


SN 75-131,599. SOUTHAM BUSINESS COMMUNICATIONS 
U.S.A, INC., DBA AMERICAN TRUCKER, INDIANAPO- 
LIS, IN. FILED 7-9-1996. 


AMERICAN TRUCKER 


OWNER OF U.S. REG. NOS. 1,887,089 AND 1,936,401. 

FOR CLOTHING, NAMELY, T-SHIRTS, KNIT SHIRTS 
WITH COLLARS, CAPS, JACKETS AND SWEATSHIRTS 
(U.S. CLS. 22 AND 339). 

FIRST USE 11-3-1993; INCOMMERCE 10-1-1994. 
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SN _ 75-132,421. PEPSICO, INC., PURCHASE, NY. FILED 


7-11-1996. 


NOTHING ELSE IS A PEPSI 


OWNER OF U.S. REG. NOS. 111,508 AND 824,150. 

FOR CLOTHING, NAMELY, SWEATSHIRTS, T-SHIRTS, 
JACKETS, SHORTS, SANDALS, BALL CAPS (U.S. CLS. 22 
AND 39). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


SN 75-133,370. NANI BANANI, LAFAYETTE, CO. FILED 
7-12-1996. 


NANI BANANI 


FOR CHILDREN’S CLOTHING, NAMELY, JACKETS, 
OVERALLS, PANTS, SHIRTS, DRESSES, SLIPPERS, BOO- 
TIES, HATS, AND NIGHTGOWNS (U.S. CLS. 22 AND 39). 


SN 75-133,481. LONGO CESARE & C. S.A.S., 10 - THIENE 
(VICENZA), ITALY, FILED 7-12-1996. 


CESARE LONGO 


“CESARE LONGO” IS A LIVING INDIVIDUAL WHOSE 
CONSENT IS OF RECORD. 

FOR PULLOVERS, GLOVES, CARDIGANS, JERSEYS, 
NECKWEAR, SWEATERS, SOCKS, STOCKINGS, TIGHTS, 
TROUSERS, LEGGINGS, SKIRTS, JACKETS, JERKINS, 
SHIRTS, VESTS, WAISTCOATS, JUMPERS, TRACK 
SUITS, BLOUSES, BLOUSONS, JEANS, SWEAT PANTS, 
GYM SUITS, KNICKERS, PANTS, SHORTS, T-SHIRTS, 
SWEAT-SHIRTS, SUITS AND DRESSES, OVERCOATS, 
COATS, ANORAKS, RAINCOATS, BELTS, SUSPENDERS, 
LOUNGEWEAR, UNDERWEAR, BEACHWEAR, SLEEP- 
WEAR, HEADWEAR (U.S. CLS. 22 AND 339). 


FOOTWEAR, 
FIRST USE 8-1-1988; IN COMMERCE 8-1-1988. 
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SN 75-134,290. PRIMESTAR PARTNERS L.P., BALA 
CYNWYD, PA. FILED 7-15-1996. 


PRI 


OWNER OF U.S. REG. NOS. 1,663,679 AND 1,698,090. 

THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR CLOTHING, NAMELY, T-SHIRTS, GOLF SHIRTS, 
SWEATSHIRTS, JACKETS, AND BASEBALL CAPS (U.S. 
CLS. 22 AND 339). 


SN 75-135,253. PACIFIC TRADING COMPANY, CLACKA- 
MAS, OR. FILED 7-15-1996. 


SHOES UNLIMITED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHOES”, APART FROM THE MARK AS SHOWN. 
FOR FOOTWEAR (U.S. CLS. 22 AND 39). 


SN 75-138,508. MANUFACTURER’S DISCOUNT FURNI- 
TURE & BEDDING, INC., DBA INDIA INK, LOS ANGE- 
LES, CA. FILED 7-23-1996. 


RED ROUGE 


FOR CLOTHING, NAMELY, MEN’S, BOY’S, WOMEN’S, 
JUNIOR’S AND GIRL’S T-SHIRTS, SWEATSHIRTS, KNIT 
TOPS, WOVEN TOPS, JEANS, SHORTS AND JACKETS 
(U.S. CLS. 22 AND 339). 


SN 75-139,754. R.K. RIO, INC., INGLEWOOD, CA. FILED 
7-25-1996. 


TEX INNOVATE 


FOR CLOTHING, NAMELY, JEANS, TROUSERS, 
DENIM SHORTS, SHIRTS, DRESS SHIRTS, SWEATERS, 
CARDIGANS, VESTS, T-SHIRTS, SWEAT SHIRTS, 
SWEAT PANTS, SOCKS, DENIM JEANS, OVERALLS, 
JACKETS, COATS, AND STADIUM JACKETS, BELTS, 
FOOTWEAR, NAMELY, SNEAKERS, WALKING SHOES, 
HIKING SHOES, BOOTS, AND MOCASSINS, HEADGEAR, 
NAMELY, CAPS, HATS, VISOR CAPS, AND SKI CAPS 
(U.S. CLS. 22 AND 39). 
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SN 75-139,755. SIVONGSAY, MOLLY, FULLERTON, CA. 
FILED 7-25-1996. 


FREEDOM BY CHOICE 


FOR CLOTHING, NAMELY, BOOTS, SHOES, HATS, 
HEADWEAR, FOOTWEAR, SLEEPWEAR, SLIPPERS, 
SHIRTS, SWEAT SUITS, JEANS, JACKETS, T-SHIRTS, 
POLO SHIRTS, SHORTS, PANTIES, BRAS, TANK TOPS, 
APRONS, SHOWER CAPS, SANDALS, NIGHT GOWNS, 
ROBES, BOXER SHORTS, TUXEDOS, CUMMERBUNDS, 
SCARVES, SOCKS, GLOVES, SWEATSHIRTS, SWEAT 
PANTS, OVERALLS, MOCK T-SHIRTS, DRESS SHIRTS, 
BLOUSES, DRESSES, SKIRTS, SWEATERS, HEAD- 
BANDS, TIES, WIND RESISTANT JACKETS, PONCHOS, 
WAISTCOATS, PAJAMAS, NIGHTSHIRTS, TROUSERS, 
BLAZERS, SPORT COATS, SLACKS, RAINCOATS, 
COATS, TOP COATS, VEST, PARKAS, TURTLENECKS, 
LONG-SLEEVE SHIRTS, JACKETS, BELTS, AND BABY 
CLOTHING, NAMELY, CLOTH BIBS AND SHOES (US. 
CLS. 22 AND 39). 


SN 75-139,772. SARA LEE CORPORATION, WINSTON- 
SALEM, NC. FILED 7-25-1996. 


LETS KIDS BE 
THEMSELVES 


FOR UNDERWEAR, PANTIES, T-SHIRTS, SWEAT- 
SHIRTS, SWEATPANTS, CAPS, PANTS, SHIRTS, TUR- 
TLENECKS, SHORTS, SOCKS, SHOES, SKIRTS, 
DRESSES, JACKETS, PAJAMAS (U.S. CLS. 22 AND 39). 


SN 75-139,798. MANUFACTURER’S DISCOUNT FURNI- 
TURE & BEDDING, INC., DBA INDIA INK, LOS ANGE- 
LES, CA. FILED 7-25-1996. 


TEES - TO GO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEES”, APART FROM THE MARK AS SHOWN. 

FOR CLOTHING, NAMELY, MEN’S, BOY’S, WOMEN’S, 
JUNIOR’S AND GIRL’S T-SHIRTS, SWEATSHIRTS, KNIT 
TOPS, WOVEN TOPS, JEANS, SHORTS AND JACKETS 
(U.S. CLS. 22 AND 339). 


SN 75-139,805. ONSHORE PRODUCTIONS L.L.C., AM- 
HERST, MA. FILED 7-25-1996. 


ONSHORE PRODUCTIONS 


FOR FOOTWEAR (U.S. CLS. 22 AND 39). 
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SN 75-142,761. SPORT OBERMEYER, LTD., ASPEN, CO. 
FILED 7-31-1996. 


ULTRAGEAR 


FOR LONG UNDERWEAR AND BODYSUITS, TIGHTS, 
AND TOPS (U.S. CLS. 22 AND 39). 


SN 75-142,763. YES CLOTHING CO., LOS ANGELES, CA. 
FILED 7-31-1996. 


YZONE 


FOR BALLOON PANTS, BERMUDA _ SHORTS, 
BLOUSES, BOXER SHORTS, CAMISOLES, CARDIGANS, 
CLOTHING SHIFTS, CLOTHING TOPS, COATS, COL- 
LARS, DRESSES, GYM SHORTS, GYM SUITS, HALTER 
TOPS, JACKETS, JEANS, JERSEYS, JUMPSUITS, KNICK- 
ERS, KNIT SHIRTS, MINISKIRTS, NECKERCHIEFS, 
OVERALLS, OVERCOATS, PANTS, PANTSUITS, PEDAL 
PUSHERS, POLO SHIRTS, QUILTED VESTS, RAIN 
COATS, RAINWEAR, SASHES, SCARVES, SHIRTS, SHOR- 
TALLS, SHORTS, SKI PANTS, SLACKS, SNOW PANTS, 
SPORT SHIRTS, SWEATERS, SWEAT PANTS, SWEAT 
SHIRTS, SWEAT SHORTS, SWEAT SUITS, SWIM 
TRUNKS, SWIM WEAR, SWIMSUITS, T-SHIRTS, TANK 
TOPS, TIES, TROUSERS, TURTLENECKS, TURTLENECK 
SWEATERS, TUNICS, UNDERSHIRTS, UNDERWEAR, V- 
NECK SWEATERS AND VESTS (U.S. CLS. 22 AND 39). 


SN 75-145,253. LEMME OUT PRODUCTIONS, INC., SHER- 
MAN OAKS, CA. FILED 8-5-1996. 


THE MAN WHO COULD 
MAKE ANYTHING TALK 


FOR SHIRTS, PANTS, CAPS, HATS, SHORTS AND UN- 
DERWEAR (U.S. CLS. 22 AND 339). 


SN 75-145,720. STROUSE, ADLER COMPANY, THE, NEW 
HAVEN, CT. FILED 8-6-1996. 


DOES JUST ENOUGH 


OWNER OF U.S. REG. NO. 1,849,407. 

FOR WOMEN’S FOUNDATION GARMENTS INCLUD- 
ING GIRDLES, SHAPERS AND ALL-IN-ONES (U.S. CLS. 
22 AND 39). 
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SN 75-145,840. WOODHOUSE APPAREL, INC., SEATTLE, 
WA. FILED 8-6-1996. 


MOSQUITO FLATS 


FOR MEN’S, AND WOMEN’S CLOTHING, NAMELY, 
TOPS, BOTTOMS, SHIRTS, T-SHIRTS, PANTS, CASUAL 
AND DRESS SLACKS, JEANS, SHORTS, SWEATERS, 
BLAZERS, SPORT COATS, JACKETS, BLOUSES, 
DRESSES, AND SKIRTS; AND APPAREL ACCESORIES, 
NAMELY, TIES, HATS, SUSPENDERS AND SOCKS, 
BELTS AND GLOVES (U.S. CLS. 22 AND 339). 


SN 75-145,844. REFUGEE PROJECT, INC., THE, SOUTH 
ORANGE, NJ. FILED 8-6-1996. 


HOODSHOCK 


FOR CLOTHING, NAMELY, SHIRTS, PANTS, SHORTS, 
TEE-SHIRTS, SWEAT SHIRTS, SWEAT PANTS, JACK- 
ETS, COATS, HATS, CAPS AND TANK TOPS (U.S. CLS. 
22 AND 339). 


SN 75-156,675. TIME WARNER ENTERTAINMENT COM- 
PANY, L.P., NEW YORK, NY. FILED 8-27-1996. 


INSOMNIACS ASYLUM 


FOR CLOTHING FOR MEN, WOMEN, AND CHIL- 
DREN, NAMELY, SHIRTS, T-SHIRTS, SWEATSHIRTS, 
JOGGING SUITS, TROUSERS, JEANS, SHORTS, TANK 
TOPS, RAINWEAR, BIBS, SKIRTS, BLOUSES, DRESSES, 
SUSPENDERS, SWEATERS, JACKETS, COATS, RAIN- 
COATS, SNOW SUITS, TIES, ROBES, HATS, CAPS, 
SUNVISORS, CLOTHING BELTS, SCARVES, SLEEP- 
WEAR, PAJAMAS, LINGERIE, UNDERWEAR, BOOTS, 
SHOES, SNEAKERS, SANDALS, BOOTIES, SLIPPER 
SOCKS, SWIMWEAR, AND MASQUERADE AND HAL- 
LOWEEN COSTUMES AND MASKS SOLD IN CONNEC- 
TION THEREWITH (U.S. CLS. 22 AND 39). 


CLASS 26—FANCY GOODS 


SN 75-111,674. PIGGALETTA, INC., NEW YORK, NY. 
FILED 5-30-1996. 


M.J. KNOUD 


THE NAME “M.J. KNOUD” DOES NOT IDENTIFY A 
LIVING INDIVIDUAL. 

FOR ARTICLES MADE WHOLLY OR IN PART OF 
NON-PRECIOUS METALS AND/OR PLASTICS, 
NAMELY, BELT BUCKLES (U.S. CLS. 37, 39, 40, 42 AND 
50). 





T™< 134 


CLASS 26—(Continued). 


SN 75-127,382. MEREDITH CORPORATION, DES MOINES, 
IA. FILED 6-24-1996. 


BETTER HOMES AND 
GARDENS FLORAL & 
NATURE CRAFTS 


OWNER OF U.S. REG. NO. 1,917,272. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLORAL” OR “NATURE CRAFTS”, APART FROM 
THE MARK AS SHOWN. 

FOR ARTIFICIAL PLANTS AND GREENERY, ARTIFI- 
CIAL TREES, FLOWERS, FRUIT, AND GARLANDS; 
CRAFTING RIBBON AND BOWS FOR DECORATING; 
ARTIFICIAL WREATHS (U.S. CLS. 37, 39, 40, 42 AND 50). 

FIRST USE 1-29-1996; IN COMMERCE 1-29-1996. 


SN 75-129,206. ROBERTSON, MACARTHUR MICHAEL, 
LAUREL, MD. FILED 7-2-1996. 


MICART 


FOR EMBROIDERED EMBLEMS, FOR CLOTHING, 
FOOTWEAR AND HEADGEAR (US. CLS. 37, 39, 40, 42 
AND 50). 


SN 75-135,263. TROIKA INTERNATIONAL 
DUARTE, CA. FILED 7-16-1996. 


INC., 


EZ-ON-N-GO 


FOR SYNTHETIC HAIRPIECES, SYNTHETIC WIGS, 
HUMAN HAIR HAIRPIECES AND HUMAN HAIR WIGS 
(U.S. CLS. 37, 39, 40, 42 AND 50). 

FIRST USE 4-1-1996; IN COMMERCE 4-1-1996. 


CLASS 28—TOYS AND SPORTING GOODS 


SN 74-526,721. SEGA ENTERPRISES, LTD., TOKYO 144, 
JAPAN, FILED 5-20-1994. 


SONIC THE HEDGEHOG: 
TRIPLE TROUBLE 


FOR HOME VIDEO GAME SOFTWARE AND RELAT- 
ED PRODUCTS, NAMELY VIDEO GAME CARTRIDGES, 
CD-ROM DISCS AND INSTRUCTION MANUALS SOLD 
AS A UNIT (US. CL. 22). 
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SN 74-569,067. GYMANIA CORPORATION, PLYMOUTH, 
MN. FILED 9-2-1994. 


JUMPIN’ JAX 


FOR TOYS, NAMELY FLYING DISCS, JIGSAW OR MA- 
NIPULATIVE OR CUBE-TYPE PUZZLES AND PARTY 
FAVORS IN THE NATURE OF SMALL TOYS; AND 
SPORTING GOODS, NAMELY HOCKEY PUCKS, BASE- 
BALL MITTS AND BASEBALL GLOVES (U.S. CLS. 22, 23, 
38 AND 50). 


SN 74-659,288. MILLENNIUM MEDIA GROUP, INC., FT. 
LAUDERDALE, FL. FILED 4-11-1995. 


H.U.R.L. 


FOR COMPUTER GAME PROGRAMS ON CD-ROM, 
FLOPPY DISK, CARTRIDGE AND OTHER COMPUTER 
GAME SOFTWARE (U.S. CLS. 22, 23, 38 AND 50). 


SN 74-707,291. BODYSHAPING, 
FILED 7-28-1995. 


INC., ORADELL, NJ. 


FITNESS BEACH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FITNESS”, APART FROM THE MARK AS SHOWN. 

FOR FITNESS EQUIPMENT IN THE NATURE OF EX- 
ERCISE MACHINES, EXERCISE TREADMILLS, STAIR 
STEPPING MACHINES, STEP PLATFORM EXERCISE 
APPARATUS, MANUALLY OPERATED EXERCISE 
EQUIPMENT AND HAND HELD EXERCISE DEVISES 
(U.S. CLS. 22, 23, 38 AND 50). 
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SN 74-731,216. HO, ALLAN JEFFREY, LOS ANGELES, CA. 
FILED 9-19-1995. 


gO 
4% 
s 


THE MARK CONSISTS OF THE WORDS “JEFF HO 
ZEPHYR” ATOP A GEOMETRIC DESIGN CONSISTING 
OF THREE QUADRILATERALS AND A CRESCENT 
SHAPE. 

FOR SURFBOARDS, SKATEBOARDS, AND SNOW 
BOARDS (USS. CLS. 22, 23, 38 AND 50). 

FIRST USE 12-31-1993; INCOMMERCE 12-31-1993. 


SN 74-733,829. JUNNIE’S LOUNGE, LTD., DUBUQUE, IA. 
FILED 9-25-1995. 


EGG WORM 


OWNER OF U.S. REG. NO. 1,902,879. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WORM”, APART FROM THE MARK AS SHOWN. 

FOR ARTIFICIAL FISHING LURES (U.S. CLS. 22, 23, 38 
AND 50). 

FIRST USE 5-0-1992; IN COMMERCE 5-0-1992. 


SN 75-020,098. CLASSIC MONOGRAMS INC., GAMBIER, 
OH. FILED 11-13-1995. 


THE FASTEST GAME ON 
TWO FEET 


FOR LACROSSE EQUIPMENT BAGS AND TOY FIG- 
URES OF LACROSSE PLAYERS (U.S. CLS. 22, 23, 33 AND 
50). 
FIRST USE 4-4-1988; IN COMMERCE 10-10-1993. 
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SN 75-036,488. DAN’S FAN CITY, INC., OLDSMAR, FL. 
FILED 12-18-1995. 


OWNER OF U.S. REG. NO. 1,806,189. 

THE STIPPLING IS A FEATURE OF THE MARK AND 
IS NOT INTENDED TO INDICATE COLOR. 

FOR FISHING TACKLE (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 3-24-1995; IN COMMERCE 5-1-1995. 


SN 75-048,519. STEELHEAD ARGENTINA, S.R.L., NEU- 
QUEN 8371, ARGENTINA, FILED 1-25-1996. 


STH REELS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REELS”, APART FROM THE MARK AS SHOWN. 

FOR FISHING REELS (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 10-28-1986; IN COMMERCE 10-28-1986. 


SN 75-056,411. CENTURI CORPORATION, PENROSE, CO. 
FILED 2-12-1996. 


STERLING 


FOR HOBBY MODELS AND MODEL KITS OF TRAVEL 
CRAFT AND OF TRAVEL VEHICLES; ENGINES AND 
MOTORS FOR MODELS; HOBBY MODELS AND MODEL 
KITS OF TRAVEL CRAFT AND OF TRAVEL VEHICLES, 
AND CONTROL DEVICES THEREFOR SOLD AS A UNIT 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-059,059. LEVINE, LARRY, BLACKLICK, OH. FILED 
2-16-1996. 


FUZZBALLS 


FOR DOLLS (US. CLS. 22, 23, 38 AND 50). 
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SN 75-059,745. SAUNDERS BROTHERS, WESTBROOK, 
MA. FILED 2-20-1996. 


SNOVIPER 


FOR SNOW SLEDS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-067,849. CRYSTAL-DYNAMICS (ANTILLES) N.V., 
CURACAO, NETHERLD ANTILLES, FILED 3-5-1996. 


SLAM’N JAM 


FOR VIDEO GAME SOFTWARE AND COMPUTER 
GAME SOFTWARE RECORDED ON OPTICAL AND 
MAGNETIC MEDIA (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 5-22-1995; IN COMMERCE 5-22-1995. 


SN 75-073,704. CAPCOM COIN-OP, INC., ARLINGTON 
HEIGHTS, IL. FILED 3-18-1996. 


PINFO 


FOR PINBALL MACHINES (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 9-24-1995; IN COMMERCE 9-24-1995. 


SN 75-083,786. ICON HEALTH & FITNESS, INC., LOGAN, 
UT. FILED 4-5-1996. 


CARDIOTRACK 


FOR HEALTH AND _ EXERCISE EQUIPMENT, 
NAMELY, MOTORIZED AND NON-MOTORIZED 
TREADMILLS AND SKI EXERCISE MACHINES (U.S. 
CLS. 22, 23, 38 AND 50). 


SN 75-088,071. FITNESS QUEST INC., CANTON, OH. 
FILED 4-15-1996. 


EZ ABS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ABS”, APART FROM THE MARK AS SHOWN. 

FOR MANUALLY OPERATED EXERCISE EQUIPMENT 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-088,097. HASBRO, INC., PAWTUCKET, RI. FILED 
4-15-1996. 


RAZOR FIN 


FOR TOY DART SHOOTERS AND FOAM TOY DARTS 
FOR USE THEREWITH (US. CLS. 22, 23, 38 AND 50). 
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SN 75-089,804. GOLF TRAINING SYSTEMS, 
DULUTH, GA. FILED 4-17-1996. 


INC., 


| Sei 
— 
tre 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GLOVE”, APART FROM THE MARK AS SHOWN. 


FOR GOLF GLOVES (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 1-15-1996; IN COMMERCE 1-15-1996. 


SN 75-090,308. DAVIDSON, SHAWN, PRINCE EDWARD 
ISLAND COB 1MO, CANADA, FILED 4-18-1996. 


BROOKLYN BIRDS 


FOR TOYS, NAMELY, TOY ACTION FIGURES AND 
ACCESSORIES THEREFOR, TOY FIGURES, TOY VEHI- 
CLES, RIDE-ON TOYS AND MECHANICAL ACTION 
TOYS (US. CLS. 22, 23, 38 AND 50). 


SN 75-090,443. CORINTHIAN MARKETING PLC, HIGH 
WYCOMBE, BUCKS, HP13 6LS, UNITED KINGDOM, 
FILED 4-18-1996. 


HEADLINERS 


FOR TOYS AND SPORTING GOODS, NAMELY SMALL 
PLASTIC COLLECTABLE FIGURINES AND PLAYSETS 
SCALED TO THE FIGURINES (U.S. CLS. 22, 23, 38 AND 
50). 


SN 75-092,218. INTIMATE DETAILS GAMING PRODUC- 
TIONS, SANTA CLARITA, CA. FILED 4-22-1996. 


FOR BOARD GAMES (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 12-26-1995; IN COMMERCE 12-26-1995. 
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SN 75-092,547. BACHMANN INDUSTRIES, INC., PHILA- 
DELPHIA, PA. FILED 4-22-1996. 


SILVER SERIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERIES”, APART FROM THE MARK AS SHOWN. 
FOR TOY TRAIN SETS, TOY TRAINS AND PARTS 
THEREFOR, AND ACCESSORIES FOR TOY TRAIN SETS, 
NAMELY, TOY BUILDINGS (US. CLS. 22, 23, 38 AND 50). 
FIRST USE 12-0-1995; IN COMMERCE 12-0-1995. 


SN 75-092,580. FUNLINE MERCHANDISE CO., INC., AR- 
CADIA, CA. FILED 4-22-1996. 


LASER STAMPEDER 


FOR TOY VEHICLES (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 9-0-1992; IN COMMERCE 9-0-1992. 


SN 75-093,305. HASBRO, INC., PAWTUCKET, RI. FILED 
4-24-1996. 
v 


ACTION ARTILLERY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ARTILLERY”, APART FROM THE MARK AS 
SHOWN. 

FOR TOY ACTION FIGURES (U.S. CLS. 22, 23, 383 AND 
50). 


SN 75-093,312. HASBRO, INC., PAWTUCKET, RI. FILED 
4-24-1996. 


BUSY BEADS PAL 


OWNER OF U.S. REG. NO. 1,577,930. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEADS”, APART FROM THE MARK AS SHOWN. 

FOR CHILD’S ACTIVITY TOY CONSISTING OF SLIDA- 
BLE BEADS, TWISTED AND CURVED WIRES, HOUSED 
WITH A CHARACTER DESIGNED BASE (U.S. CLS. 22, 23, 
38 AND 50). 


SN 75-093,314. HASBRO, INC., PAWTUCKET, RI. FILED 
4-24-1996. 


48TH DIVISION MINI MEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MINI MEN”, APART FROM THE MARK AS 
SHOWN. 

FOR TOY ACTION FIGURES (U.S. CLS. 22, 23, 38 AND 
50). 


174-558 TMOG-97-24 - QL3 
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SN 75-093,315. HASBRO, INC., PAWTUCKET, RI. FILED 
4-24-1996. 


STREET GUARDIANS 


FOR TOY ACTION FIGURES AND TOY VEHICLES 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-095,048. EMPIRE INDUSTRIES, INC., DELRAY 
BEACH, FL. FILED 4-26-1996. 


SNOW SPRINTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SNOW”, APART FROM THE MARK AS SHOWN. 

FOR CHILDREN’S SLEDS, TOBOGGANS, SLEIGHS, 
AND COASTERS FOR RECREATIONAL USE (U.S. CLS. 
22, 23, 38 AND 50). 


SN 75-096,156. FOCUS GOLF SYSTEMS, INC., CLINTON 
TOWNSHIP, MI. FILED 4-29-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE REPRESENTATION OF A GOLF CLUB HEAD, 
APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF A GOLF CLUB IN WHICH 
THE HEAD HAS A RANDOMLY ROUGHENED SUR 
FACE AND IS GIVEN A TINTED CLEAR COAT WHICH 
COVERS SUBSTANTIALLY ALL OF THE HEAD. 

FOR GOLF CLUBS (US. CLS. 22, 23, 38 AND 50). 


SN 75-096,746. KRYPTONICS, INC., LOUISVILLE, CO. 
FILED 4-30-1996. 


D. V. C. - DYNAMIC 
VERTICAL COMPLIANCE 


FOR SKATEBOARDS AND ROLLER SKATES INCLUD- 
ING INLINE ROLLER SKATES; POLYURETHANE 
WHEELS FOR SKATEBOARDS AND ROLLER SKATES 
INCLUDING WHEELS FOR INLINE SKATES (U.S. CLS. 
22, 23, 38 AND 50). 
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SN 75-098,764. HASBRO, INC., PAWTUCKET, RI. FILED SN 75-099,100. HASBRO, INC., PAWTUCKET, RI. FILED 
5-6-1996. 


5-6-1996. 
COLOR SURPRISE PEDESTAL PUZZLES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PUZZLE”, APART FROM THE MARK AS SHOWN. 
FOR JIGSAW PUZZLES (U.S. CLS. 22, 23, 38 AND 50). 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOURGLASS”, APART FROM THE MARK AS 


SHOWN. 
FOR TOY HOURGLASS (U.S. CLS. 22, 23, 38 AND 50). 
SN 75-100,070. EMPIRE OF CAROLINA, INC., DELRAY 


BEACH, FL. FILED 5-7-1996. 


SN 75-098,769. HASBRO, INC., PAWTUCKET, RI. FILED 
5-6-1996. 
BIG WHEEL 


MINI SURPRISE FAMILIES 
OWNER OF U.S. REG. NO. 1,873,963. 
FOR CHILD’S RIDE-ON TOY (U.S. CLS. 22, 23, 38 AND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO _ 50). 
FIRST USE 4-22-1969; IN COMMERCE 4-22-1969. 


USE “MINI”, APART FROM THE MARK AS SHOWN. 
FOR TOY ANIMAL FIGURES (USS. CLS. 22, 23, 38 AND 


50). 
SN 75-100,643. SIDDALL, JOHN M., ROYAL OAK, MI. 


FILED 5-2-1996. 


SN 75-098,770. HASBRO, INC., PAWTUCKET, RI. FILED 
5-6-1996. 
GOLFSIGHT 


BACKBLAST 
FOR GOLF CLUBS, GOLF CLUB HEADS, AND GOLF 


CLUB ALIGNMENT DEVICES (U.S. CLS. 22, 23, 38 AND 


FOR TOY ACTION FIGURES (U.S. CLS. 22, 23, 38 AND 59). 
50). 


SN 75-101,265. GREEN HORNET, INC., THE, CARSON 


SN 75-098,772. HASBRO, INC., PAWTUCKET, RI. FILED CITY, NV. FILED 5-9-1996. 


5-6-1996. 
LASORATOR BLACK BEAUTY 


FOR TOYS, NAMELY, A TOY CAR (US. CLS. 22, 23, 38 


R TOY ACTION FI S. , 22, 23, 
FO) GURES (U.S. CLS. 22, 23, 38 AND AND 56). 


50). 


SN 75-102,129. LEWIS GALOOB TOYS, INC., SOUTH SAN 


SN 75-099,049. CRICK, MICHAEL F.C., BELLEVUE, WA. 
FRANCISCO, CA. FILED 5-10-1996. 


FILED 5-6-1996. 
ACTION FLEET 
FOR TOY VEHICLES, ACTION FIGURES AND ACCES- 


FOR COMPUTER GAME SOFTWARE (US. CLS. 22, 23, 
38 AND 50). SORIES THEREFORE (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 0-0-1994; IN COMMERCE 0-0-1994. FIRST USE 11-6-1995; IN COMMERCE 11-6-1995. 
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SN 75-102,731. CANADA, JEANNE GRAHAM, ST. LOUIS, 
MO. FILED 5-13-1996. 


FLIES NAVIDAD 


THE DRAWING IS LINED FOR THE COLORS RED, 
GREEN, AND SILVER. 

THE ENGLISH TRANSLATION OF THE TERM “NAVI- 
DAD” IS “CHRISTMAS”. 

FOR NON-ELECTRIC CHRISTMAS TREE DECORA- 
TIONS (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 3-28-1996; IN COMMERCE 4-16-1996. 


SN 75-103,375. SANDBOX ENTERTAINMENT, INC., NEW 
YORK, NY. FILED 5-13-1996. 


LA LA LAND 


FOR COMPLETE LINE OF TOYS, DOLLS AND GAMES 
(U.S. CLS. 22, 23, 38 AND 50). 


SN 75-107,840. POLYMERICS, INC., NATICK, MA. FILED 
5-21-1996. 


TEENIE BEANIES 


FOR DOLLS AND DOLL CLOTHING (US. CLS. 22, 23, 
38 AND 50). 


SN 75-110,018. PHIL TYNE, INC., DALLAS, TX. FILED 
5-28-1996. 


POWER BANDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BANDS”, APART FROM THE MARK AS SHOWN. 

FOR SETS OF ELASTIC BANDS AND ANKLE OR 
WRIST CUFFS USED TO RESTRAIN THE LEGS OR 
ARMS FOR AEROBIC EXERCISES (U.S. CLS. 22, 23, 38 
AND 50). 

FIRST USE 1-0-1989; IN COMMERCE 12-0-1989. 


SN 75-110,469. ODDZON PRODUCTS, INC., CAMPBELL, 
CA. FILED 5-28-1996. 


BLAZER 


FOR KITES (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 2-0-1994; IN COMMERCE 2-0-1994. 
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SN 75-110,842. ODDZON PRODUCTS, INC., CAMPBELL, 
CA. FILED 5-28-1996. 


HURRICANE 


FOR KITES (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 2-0-1994; IN COMMERCE 2-0-1994. 


SN 75-111,435. SIERRA ON-LINE, INC., BELLEVUE, WA. 
FILED 5-29-1996. 


HUNTER/HUNTED 


FOR COMPUTER GAME SOFTWARE AND INSTRUC- 
TION MANUALS SOLD THEREWITH (U.S. CLS. 22, 23, 38 
AND 50). 


SN 75-111,520. TY, INC., WESTMONT, IL. FILED 5-29-1996. 


BEANIE BABIES 


FOR PLUSH TOYS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 11-0-1993; IN COMMERCE 11-0-1993. 


SN 75-111,934. LAND & SEA IMPORTS, INC., BOHEMIA, 
NY. FILED 5-30-1996. 


LAND & SEA 


FOR PET TOYS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 4-0-1991; IN COMMERCE 4-0-1991. 


SN 75-111,954. MATTEL, INC., EL SEGUNDO, CA. FILED 
5-30-1996. 


DRACONUS 


FOR TOY ACTION FIGURES (U.S. CLS. 22, 23, 38 AND 
50). 


SN 75-112,050. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


MILK MONEY 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 12-20-1995; IN COMMERCE 12-20-1995. 
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SN 75-112,059. VALLEY RECREATION PRODUCTS INC., 
BAY CITY, MI. FILED 5-31-1996. 


SATURN 


FOR POOL CUES (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-112,063. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


INUIT GOLD 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (USS. CLS. 22, 23, 38 AND 50). 
FIRST USE 8-25-1995; IN COMMERCE 8-25-1995. 


SN 75-112,064. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


IN ORBIT 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (US. CLS. 22, 23, 38 AND 50). 
FIRST USE 11-13-1995; IN COMMERCE 11-13-1995. 


SN 75-112,367. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


PLAY “4” COINS 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (USS. CLS. 22, 23, 38 AND 50). 
FIRST USE 11-20-1995; IN COMMERCE 11-20-1995. 


SN 75-112,368. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


PALACE PRIDE 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (USS. CLS. 22, 23, 38 AND 50). 
FIRST USE 9-6-1995; IN COMMERCE 9-6-1995. 


SN 75-112,372. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


PORKY 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (USS. CLS. 22, 23, 38 AND 50). 
FIRST USE 12-20-1995; IN COMMERCE 12-20-1995. 
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SN 75-112,377. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


THE PRIZE IS RIGHT 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (US. CLS. 22, 23, 38 AND 50). 
FIRST USE 1-16-1996; IN COMMERCE 1-16-1996. 


SN 75-112,399. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


THE LUCKY CLUB DEAL 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 


SN 75-112,401. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


FAST 5 HUNDRED 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 


SN 75-112,404. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


CASH CLOWN 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (US. CLS. 22, 23, 38 AND 50). 
FIRST USE 12-13-1994; IN COMMERCE 12-13-1994. 


SN 75-112,441. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO: FILED 5-31-1996. 


BOX CAR JOE 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 8-31-1995; IN COMMERCE 8-31-1995. 
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SN 75-112,442. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


MINI JO 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (U.S. CLS. 22, 2% 38 AND 50). 
FIRST USE 8-7-1995; IN COMMERCE 8-7-1995. 


SN 75-112,578. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 5-31-1996. 


CASH RACE 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 6-5-1995; IN COMMERCE 6-5-1995. 


SN 75-112,604. MADER, ROBERT J., DBA ROBIN GOLF 
CO., TORRANCE, CA. FILED 5-31-1996. 


BOGIE EATERS 


FOR GOLF CLUBS (U.S. CLS. 22, 23, 38 AND 50). 


SN 75-112,897. UNIVERSAL MANUFACTURING CO., INC., 
KANSAS CITY, MO. FILED 6-3-1996. 


SUPER SWEATHOGS 


FOR GAME CARDS AND GAME TICKETS FOR PLAY- 
ING GAMES OF CHANCE (US. CLS. 22, 23, 38 AND 50). 
FIRST USE 1-12-1996; IN COMMERCE 1-12-1996. 


SN 75-113,476. ROLLERBLADE, INC., MINNETONKA, 
MN. FILED 6-3-1996. 


BUSTED 


FOR IN-LINE STATES AND PARTS AND COMPO- 
NENTS THEREOF (USS. CLS. 22, 23, 38 AND 50). 


SN 75-113,704. TOY BIZ, INC., NEW YORK, NY. FILED 
6-4-1996. 


ZAP-IT 


FOR TOYS, NAMELY, A TOY GUN THAT SHOOTS A 
DISAPPEARING COLORED FLUID AND THE COLORED 
FLUID FOR THE TOY GUN (USS. CLS. 22, 23, 38 AND 50). 
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SN 75-114,214. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 6-3-1996. 


GUITARDO 


FOR TOYS, NAMELY, ACTION FIGURES (U.S. CLS. 22, 
23, 38 AND 50). 
FIRST USE 7-0-1994; IN COMMERCE 7-0-1994. 


SN 75-114,215. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 6-3-1996. 


MASTER VILE 


FOR TOYS, NAMELY, ACTION FIGURES (U.S. CLS. 22, 
23, 38 AND 50). 
FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


SN 75-114,216. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 6-3-1996. 


MORDANT 


FOR TOYS, NAMELY, ACTION FIGURES (U.S. CLS. 22, 
23, 38 AND 50). 
FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


SN 75-114,217. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 6-3-1996. 


PIRANTIS HEAD 


FOR TOYS, NAMELY, ACTION FIGURES (U.S. CLS. 22, 
23, 38 AND 50). 
FIRST USE 7-0-1994; IN COMMERCE 7-0-1994. 


SN 75-114,218. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 6-3-1996. 


RHINO BLASTER 


FOR TOYS, NAMELY, ACTION FIGURES (U.S. CLS. 22, 
23, 38 AND 50). 
FIRST USE 7-0-1994; IN COMMERCE 7-0-1994. 





™< 142 


CLASS 28—(Continued). 


SN 75-114,219. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 6-3-1996. 


SILVER HORNS 


FOR TOYS, NAMELY, ACTION FIGURES (U.S. CLS. 22, 
23, 38 AND 50). 
FIRST USE 12-0-1994; IN COMMERCE 12-0-1994. 


SN 75-132,410. PEPSICO, INC., PURCHASE, NY. FILED 
7-11-1996. 


NOTHING ELSE IS A PEPSI 


OWNER OF U.S. REG. NOS. 111,508 AND 824,150. 

FOR SPORTS EQUIPMENT, NAMELY, FOOTBALLS, 
BASKETBALLS, SOCCER BALLS AND KICK SACKS 
(U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 
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SN 75-150,803. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 5-22-1996. 


DIGSTER 


FOR TOYS, GAMES, PLAYTHINGS, AND SPORTING 
GOODS, NAMELY, BASKETBALL BACKBOARDS; TOY 
AND NON-MOTORIZED SCOOTERS; SKATEBOARDS 
AND SKATEBOARD BAGS; PLAY BENDABLE FIGURES; 
ACTION FIGURES TOYS; SPORTS BOARD GAMES; 
BALL, NAMELY, BASKETBALLS, PLAYGROUND 
BALLS, SPORT BALLS, FOAM ACTION BALLS AND 
TOY HOOP SETS; TOY BANKS; TOY WATCHES; BATH 
TUB TOYS; CHILDREN’S MULTIPLE ACTIVITY TOYS; 
TOY MAGIC TRICKS; WATER SQUIRTING TOYS; WIND- 
UP TOYS; JUMP ROPES; SLING SHOTS; AUDIO AND 
VISUAL TOYS, NAMELY, INTERACTIVE GAME DISCS 
CONTAINING ROLE PLAYING GAMES, ACTION 
GAMES, TALKING DOLLS, TOY 3-D VIEWERS AND 
REELS; ACTION SKILL GAMES; BOARD GAMES; CARD 
GAMES; HAND HELD UNITS FOR PLAYING ELEC- 
TRONIC GAMES; VIDEO GAME CARTRIDGES; COIN 
AND NON-COIN OPERATED VIDEO GAME MACHINES 
AND COMPUTER PROGRAMS THEREFOR; ELECTRON- 
IC GAME EQUIPMENT WITH A WATCH FUNCTION; 
HAND HELD LCD GAME MACHINES; VIDEO GAME 
OUTPUT MACHINES, NAMELY, INTERACTIVE AUDIO 
GAMES OF VIRTUAL REALITY COMPRISED OF COM- 
PUTER HARDWARE AND SOFTWARE; COIN AND NON- 
COIN OPERATED GAME TABLES; PINBALL MACHINES 
AND PINBALL-TYPE GAMES; COMPUTER GAMES, 
NAMELY, VIRTUAL REALITY GAME SOFTWARE AND 
COMPUTER GAME DISCS, CASSETTES, CARTRIDGES, 
PROGRAMS AND TAPES; JIGSAW PUZZLES; MANIPU- 
LATIVE PUZZLES; MECHANICAL ACTION TOYS; BAT- 
TERY-OPERATED ACTION TOYS; DOLLS, PUPPETS; 
PLAYSETS FOR DOLLS, DOLL CLOTHING AND COS- 
TUMES; CHILDREN’S PLAY COSMETICS; ROLE PLAY- 
ING GAMES; ACTION-TYPE TARGET SHOOTING GAME 
SETS COMPRISING OF TOY GUN, TOY SUCTION 
DARTS AND TARGET; TOY WEAPONS, SQUIRT GUNS; 
KITES; PAPER AND PLASTIC PARTY FAVORS IN THE 
NATURE OF SMALL TOYS AND NOISEMAKERS; BAL- 
LOONS; STUFFED AND PLUSH TOYS; LATEX SQUEEZE 
TOY FIGURES; MUSICAL TOYS; INFLATABLE BATH 
TOYS, SWIMMING AND RIDE-ON TOYS; TOY VEHI- 
CLES; RIDE-IN TOYS; INFLATABLE SWIMMING POOLS; 
TOY HOUSES AND TENTS; SURF BOARDS, KICK 
BOARD FLOATATION DEVICES FOR RECREATION 
USE, BODY BOARDS AND LEASHES THEREFOR; TOY 
SAND BOXES AND SAND TOYS; SLEDS, TOBOGGANS, 
SNOW SAUCERS AND SNOW BOARDS FOR RECRE- 
ATIONAL USE; TOY BUILDING BLOCKS; MOBILES FOR 
CHILDREN; CHRISTMAS TREE ORNAMENTS; TOY 
CRAFT KITS COMPRISING OF MOLDS AND MOLDING 
COMPOUND FOR MAKING TOY FIGURES; PLASTIC 
ACTION FIGURE MODELS; FLYING DISCS; PET TOYS; 
MARBLES AND YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 





JANUARY 7, 1997 


CLASS 28—(Continued). 


SN 75-150,804. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 5-22-1996. 


BLUE CENTURIAN 


FOR TOYS, GAMES, PLAYTHINGS, AND SPORTING 
GOODS, NAMELY, BASKETBALL BACKBOARDS; TOY 
AND NON-MOTORIZED SCOOTERS; SKATEBOARDS 
AND SKATEBOARD BAGS; PLAY BENDABLE FIGURES; 
ACTION FIGURES TOYS; SPORTS BOARD GAMES; 
BALL, NAMELY, BASKETBALLS, PLAYGROUND 
BALLS, SPORT BALLS, FOAM ACTION BALLS AND 
TOY HOOP SETS; TOY BANKS; TOY WATCHES; BATH 
TUB TOYS; CHILDREN’S MULTIPLE ACTIVITY TOYS; 
TOY MAGIC TRICKS; WATER SQUIRTING TOYS; WIND- 
UP TOYS; JUMP ROPES; SLING SHOTS; AUDIO AND 
VISUAL TOYS, NAMELY, INTERACTIVE GAME DISCS 
CONTAINING ROLE PLAYING GAMES, ACTION 
GAMES, TALKING DOLLS, TOY 3-D VIEWERS AND 
REELS; ACTION SKILL GAMES; BOARD GAMES; CARD 
GAMES; HAND HELD UNITS FOR PLAYING ELEC- 
TRONIC GAMES; VIDEO GAME CARTRIDGES; COIN 
AND NON-COIN OPERATED VIDEO GAME MACHINES 
AND COMPUTER PROGRAMS THEREFOR; ELECTRON- 
IC GAME EQUIPMENT WITH A WATCH FUNCTION; 
HAND HELD LCD GAME MACHINES; VIDEO GAME 
OUTPUT MACHINES, NAMELY, INTERACTIVE AUDIO 
GAMES OF VIRTUAL REALITY COMPRISED OF COM- 
PUTER HARDWARE AND SOFTWARE; COIN AND NON- 
COIN OPERATED GAME TABLES; PINBALL MACHINES 
AND PINBALL-TYPE GAMES; COMPUTER GAMES, 
NAMELY, VIRTUAL REALITY GAME SOFTWARE AND 
COMPUTER GAME DISCS, CASSETTES, CARTRIDGES, 
PROGRAMS AND TAPES; JIGSAW PUZZLES; MANIPU- 
LATIVE PUZZLES; MECHANICAL ACTION TOYS; BAT- 
TERY-OPERATED ACTION TOYS; DOLLS, PUPPETS; 
PLAYSETS FOR DOLLS, DOLL CLOTHING AND COS- 
TUMES; CHILDREN’S PLAY COSMETICS; ROLE PLAY- 
ING GAMES; ACTION-TYPE TARGET SHOOTING GAME 
SETS COMPRISING OF TOY GUN, TOY SUCTION 
DARTS AND TARGET; TOY WEAPONS, SQUIRT GUNS; 
KITES; PAPER AND PLASTIC PARTY FAVORS IN THE 
NATURE OF SMALL TOYS AND NOISEMAKERS; BAL- 
LOONS; STUFFED AND PLUSH TOYS; LATEX SQUEEZE 
TOY FIGURES; MUSICAL TOYS; INFLATABLE BATH 
TOYS, SWIMMING AND RIDE-ON TOYS; TOY VEHI- 
CLES; RIDE-IN TOYS; INFLATABLE SWIMMING POOLS; 
TOY HOUSES AND TENTS; SURF BOARDS, KICK 
BOARD FLOATATION DEVICES FOR RECREATION 
USE, BODY BOARDS AND LEASHES THEREFOR; TOY 
SAND BOXES AND SAND TOYS; SLEDS, TOBOGGANS, 
SNOW SAUCERS AND SNOW BOARDS FOR RECRE- 
ATIONAL USE; TOY BUILDING BLOCKS; MOBILES FOR 
CHILDREN; CHRISTMAS TREE ORNAMENTS; TOY 
CRAFT KITS COMPRISING OF MOLDS AND MOLDING 
COMPOUND FOR MAKING TOY FIGURES; PLASTIC 
ACTION FIGURE MODELS; FLYING DISCS; PET TOYS; 
MARBLES AND YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 28—(Continued). 


SN 75-150,806. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 5-22-1996. 


GRILLER 


FOR TOYS, GAMES, PLAYTHINGS, AND SPORTING 
GOODS, NAMELY, BASKETBALL BACKBOARDS; TOY 
AND NON-MOTORIZED SCOOTERS; SKATEBOARDS 
AND SKATEBOARD BAGS; PLAY BENDABLE FIGURES; 
ACTION FIGURES TOYS; SPORTS BOARD GAMES; 
BALL, NAMELY, BASKETBALLS, PLAYGROUND 
BALLS, SPORT BALLS, FOAM ACTION BALLS AND 
TOY HOOP SETS; TOY BANKS; TOY WATCHES; BATH 
TUB TOYS; CHILDREN’S MULTIPLE ACTIVITY TOYS; 
TOY MAGIC TRICKS; WATER SQUIRTING TOYS; WIND- 
UP TOYS; JUMP ROPES; SLING SHOTS; AUDIO AND 
VISUAL TOYS, NAMELY, INTERACTIVE GAME DISCS 
CONTAINING ROLE PLAYING GAMES, ACTION 
GAMES, TALKING DOLLS, TOY 3-D VIEWERS AND 
REELS; ACTION SKILL GAMES; BOARD GAMES; CARD 
GAMES; HAND HELD UNITS FOR PLAYING ELEC- 
TRONIC GAMES; VIDEO GAME CARTRIDGES; COIN 
AND NON-COIN OPERATED VIDEO GAME MACHINES 
AND COMPUTER PROGRAMS THEREFOR; ELECTRON- 
IC GAME EQUIPMENT WITH A WATCH FUNCTION; 
HAND HELD LCD GAME MACHINES; VIDEO GAME 
OUTPUT MACHINES, NAMELY, INTERACTIVE AUDIO 
GAMES OF VIRTUAL REALITY COMPRISED OF COM- 
PUTER HARDWARE AND SOFTWARE; COIN AND NON- 
COIN OPERATED GAME TABLES; PINBALL MACHINES 
AND PINBALL-TYPE GAMES; COMPUTER GAMES, 
NAMELY, VIRTUAL REALITY GAME SOFTWARE AND 
COMPUTER GAME DISCS, CASSETTES, CARTRIDGES, 
PROGRAMS AND TAPES; JIGSAW PUZZLES; MANIPU- 
LATIVE PUZZLES; MECHANICAL ACTION TOYS; BAT- 
TERY-OPERATED ACTION TOYS; DOLLS, PUPPETS; 
PLAYSETS FOR DOLLS, DOLL CLOTHING AND COS- 
TUMES; CHILDREN’S PLAY COSMETICS; ROLE PLAY- 
ING GAMES; ACTION-TYPE TARGET SHOOTING GAME 
SETS COMPRISING OF TOY GUN, TOY SUCTION 
DARTS AND TARGET; TOY WEAPONS, SQUIRT GUNS; 
KITES; PAPER AND PLASTIC PARTY FAVORS IN THE 
NATURE OF SMALL TOYS AND NOISEMAKERS; BAL- 
LOONS; STUFFED AND PLUSH TOYS; LATEX SQUEEZE 
TOY. FIGURES; MUSICAL TOYS; INFLATABLE BATH 
TOYS, SWIMMING AND RIDE-ON TOYS; TOY VEHI- 
CLES; RIDE-IN TOYS; INFLATABLE SWIMMING POOLS; 
TOY HOUSES AND TENTS; SURF BOARDS, KICK 
BOARD FLOATATION DEVICES FOR RECREATION 
USE, BODY BOARDS AND LEASHES THEREFOR; TOY 
SAND BOXES AND SAND TOYS; SLEDS, TOBOGGANS, 
SNOW SAUCERS AND SNOW BOARDS FOR RECRE- 
ATIONAL USE; TOY BUILDING BLOCKS; MOBILES FOR 
CHILDREN; CHRISTMAS TREE ORNAMENTS; TOY 
CRAFT KITS COMPRISING OF MOLDS AND MOLDING 
COMPOUND FOR MAKING TOY FIGURES; PLASTIC 
ACTION FIGURE MODELS; FLYING DISCS; PET TOYS; 
MARBLES AND YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 





™ 144 


CLASS 28—(Continued). 


SN 75-150,807. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 5-22-1996. 


LERIGOT 


FOR TOYS, GAMES, PLAYTHINGS, AND SPORTING 
GOODS, NAMELY, BASKETBALL BACKBOARDS; TOY 
AND, NON-MOTORIZED SCOOTERS; SKATEBOARDS 
AND SKATEBOARD BAGS; PLAY BENDABLE FIGURES; 
ACTION FIGURES TOYS; SPORTS BOARD GAMES; 
BALL, NAMELY, BASKETBALLS, PLAYGROUND 
BALLS, SPORT BALLS, FOAM ACTION BALLS AND 
TOY HOOP SETS; TOY BANKS; TOY WATCHES; BATH 
TUB TOYS; CHILDREN’S MULTIPLE ACTIVITY TOYS; 
TOY MAGIC TRICKS; WATER SQUIRTING TOYS; WIND- 
UP TOYS; JUMP ROPES; SLING SHOTS; AUDIO AND 
VISUAL TOYS, NAMELY, INTERACTIVE GAME DISCS 
CONTAINING ROLE PLAYING GAMES, ACTION 
GAMES, TALKING DOLLS, TOY 3-D VIEWERS AND 
REELS; ACTION SKILL GAMES; BOARD GAMES; CARD 
GAMES; HAND HELD UNITS FOR PLAYING ELEC- 
TRONIC GAMES; VIDEO GAME CARTRIDGES; COIN 
AND NON-COIN OPERATED VIDEO GAME MACHINES 
AND COMPUTER PROGRAMS THEREFOR; ELECTRON- 
IC GAME EQUIPMENT WITH A WATCH FUNCTION; 
HAND HELD LCD GAME MACHINES; VIDEO GAME 
OUTPUT MACHINES, NAMELY, INTERACTIVE AUDIO 
GAMES OF VIRTUAL REALITY COMPRISED OF COM- 
PUTER HARDWARE AND SOFTWARE; COIN AND NON- 
COIN OPERATED GAME TABLES; PINBALL MACHINES 
AND PINBALL-TYPE GAMES; COMPUTER GAMES, 
NAMELY, VIRTUAL REALITY GAME SOFTWARE AND 
COMPUTER GAME DISCS, CASSETTES, CARTRIDGES, 
PROGRAMS AND TAPES; JIGSAW PUZZLES; MANIPU- 
LATIVE PUZZLES; MECHANICAL ACTION TOYS; BAT- 
TERY-OPERATED ACTION TOYS; DOLLS, PUPPETS; 
PLAYSETS FOR DOLLS, DOLL CLOTHING AND COS- 
TUMES; CHILDREN’S PLAY COSMETICS; ROLE PLAY- 
ING GAMES; ACTION-TYPE TARGET SHOOTING GAME 
SETS COMPRISING OF TOY GUN, TOY SUCTION 
DARTS AND TARGET; TOY WEAPONS, SQUIRT GUNS; 
KITES; PAPER AND PLASTIC PARTY FAVORS IN THE 
NATURE OF SMALL TOYS AND NOISEMAKERS; BAL- 
LOONS; STUFFED AND PLUSH TOYS; LATEX SQUEEZE 
TOY FIGURES; MUSICAL TOYS; INFLATABLE BATH 
TOYS, SWIMMING AND RIDE-ON TOYS; TOY VEHI- 
CLES; RIDE-IN TOYS; INFLATABLE SWIMMING POOLS; 
TOY HOUSES AND TENTS; SURF BOARDS, KICK 
BOARD FLOATATION DEVICES FOR RECREATION 
USE, BODY BOARDS AND LEASHES THEREFOR; TOY 
SAND BOXES AND SAND TOYS; SLEDS, TOBOGGANS, 
SNOW SAUCERS AND SNOW BOARDS FOR RECRE- 
ATIONAL USE; TOY BUILDING BLOCKS; MOBILES FOR 
CHILDREN; CHRISTMAS TREE ORNAMENTS; TOY 
CRAFT KITS COMPRISING OF MOLDS AND MOLDING 
COMPOUND FOR MAKING TOY FIGURES; PLASTIC 
ACTION FIGURE MODELS; FLYING DISCS; PET TOYS; 
MARBLES AND YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 28—(Continued). 


SN 75-150,811. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 5-22-1996. 


FOR TOYS, GAMES, PLAYTHINGS, AND SPORTING 
GOODS, NAMELY, BASKETBALL BACKBOARDS; TOY 
AND NON-MOTORIZED SCOOTERS; SKATEBOARDS 
AND SKATEBOARD BAGS; PLAY BENDABLE FIGURES; 
ACTION FIGURES TOYS; SPORTS BOARD GAMES; 
BALLS, NAMELY, BASKETBALLS, PLAYGROUND 
BALLS, SPORT BALLS, FOAM ACTION BALLS AND 
TOY HOOP SETS; TOY BANKS; TOY WATCHES; BATH 
TUB TOYS; CHILDREN’S MULTIPLE ACTIVITY TOYS; 
TOY MAGIC TRICKS; WATER SQUIRTING TOYS; WIND- 
UP TOYS; JUMP ROPES; SLING SHOTS; AUDIO AND 
VISUAL TOYS, NAMELY, INTERACTIVE GAME DISCS 
CONTAINING ROLE PLAYING GAMES, ACTION 
GAMES, TALKING DOLLS, TOY 3-D VIEWERS AND 
REELS; ACTION SKILL GAMES; BOARD GAMES; CARD 
GAMES; HAND HELD UNITS FOR PLAYING ELEC- 
TRONIC GAMES; VIDEO GAME CARTRIDGES; COIN 
AND NON-COIN OPERATED VIDEO GAME MACHINES 
AND COMPUTER PROGRAMS THEREFOR; ELECTRON- 
IC GAME EQUIPMENT WITH A WATCH FUNCTION; 
HAND HELD LCD GAME MACHINES; VIDEO GAME 
OUTPUT MACHINES, NAMELY, INTERACTIVE AUDIO 
GAMES OF VIRTUAL REALITY COMPRISED OF COM- 
PUTER HARDWARE AND SOFTWARE; COIN AND NON- 
COIN OPERATED GAME TABLES; PINBALL MACHINES 
AND PINBALL-TYPE GAMES; COMPUTER GAMES, 
NAMELY, VIRTUAL REALITY GAME SOFTWARE AND 
COMPUTER GAME DISCS, CASSETTES, CARTRIDGES, 
PROGRAMS AND TAPES; JIGSAW PUZZLES; MANIPU- 
LATIVE PUZZLES; MECHANICAL ACTION TOYS; BAT- 
TERY-OPERATED ACTION TOYS; DOLLS, PUPPETS; 
PLAYSETS FOR DOLLS, DOLL CLOTHING AND COS- 
TUMES; CHILDREN’S PLAY COSMETICS; ROLE PLAY- 
ING GAMES; ACTION-TYPE TARGET SHOOTING GAME 
SETS COMPRISING OF TOY GUN, TOY SUCTION 
DARTS AND TARGET; TOY WEAPONS, SQUIRT GUNS; 
KITES; PAPER AND PLASTIC PARTY FAVORS IN THE 
NATURE OF SMALL TOYS AND NOISEMAKERS; BAL- 
LOONS; STUFFED AND PLUSH TOYS; LATEX SQUEEZE 
TOY FIGURES; MUSICAL TOYS; INFLATABLE BATH 
TOYS, SWIMMING AND RIDE-ON TOYS; TOY VEHI- 
CLES; RIDE-IN TOYS; INFLATABLE SWIMMING POOLS; 
TOY HOUSES AND TENTS; SURF BOARDS, KICK 
BOARD FLOATATION DEVICES FOR RECREATIONAL 
USE, BODY BOARDS AND LEASHES THEREFOR; TOY 
SAND BOXES AND SAND TOYS; SLEDS, TOBOGGANS, 
SNOW SAUCERS AND SNOW BOARDS FOR RECRE- 
ATIONAL USE; TOY BUILDING BLOCKS; MOBILES FOR 
CHILDREN; CHRISTMAS TREE ORNAMENTS; TOY 
CRAFT KITS COMPRISING OF MOLDS AND MOLDING 
COMPOUND FOR MAKING TOY FIGURES; PLASTIC 
ACTION FIGURE MODELS; FLYING DISCS; PET TOYS; 
MARBLES AND YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 





JANUARY 7, 1997 


CLASS 28—(Continued). 


SN 75-150,812. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 5-22-1996. 


PUNCH A BUNCH 


FOR TOYS, GAMES, PLAYTHINGS, AND SPORTING 
GOODS, NAMELY, BASKETBALL BACKBOARDS; TOY 
AND NON-MOTORIZED SCOOTERS; SKATEBOARDS 
AND SKATEBOARD BAGS; PLAY BENDABLE FIGURES; 
ACTION FIGURES AND ACCESSORIES THEREFOR; 
SPORTS GAMES; BALLS, NAMELY, BASKETBALLS, 
PLAYGROUND BALLS, SPORT BALLS, FOAM ACTION 
BALLS AND TOY HOOP SETS; TOY BANKS; TOY 
WATCHES; BATH TUB TOYS; CHILDREN’S MULTIPLE 
ACTIVITY TOYS; TOY MAGIC TRICKS; WATER 
SQUIRTING TOYS; WIND-UP TOYS; JUMP ROPES; 
SLING SHOTS; AUDIO AND VISUAL TOYS, NAMELY, 
INTERACTIVE GAME DISCS CONTAINING ROLE 
PLAYING GAMES, ACTION GAMES, TALKING DOLLS, 
TOY 3-D VIEWERS AND REELS; ACTION SKILL 
GAMES; BOARD GAMES; CARD GAMES; HAND HELD 
UNITS FOR PLAYING ELECTRONIC GAMES; VIDEO 
GAME CARTRIDGES; COIN AND NON-COIN OPERAT- 
ED VIDEO GAME MACHINES AND COMPUTER PRO- 
GRAMS THEREFOR; ELECTRONIC GAME EQUIPMENT 
WITH A WATCH FUNCTION; HAND HELD LCD GAME 
MACHINES; VIDEO GAME OUTPUT MACHINES, 
NAMELY, INTERACTIVE AUDIO GAMES OF VIRTUAL 
REALITY COMPRISED OF COMPUTER HARDWARE 
AND SOFTWARE; COIN AND NON-COIN OPERATED 
GAME TABLES; PINBALL MACHINES AND PINBALL- 
TYPE GAMES; COMPUTER GAMES, NAMELY, VIRTU- 
AL REALITY GAME SOFTWARE AND COMPUTER 
GAME DISCS, CASSETTES, CARTRIDGES, PROGRAMS 
AND TAPES; JIGSAW PUZZLES; MANIPULATIVE PUZ- 
ZLES; MECHANICAL ACTION TOYS; BATTERY-OPER- 
ATED ACTION TOYS; DOLLS, PUPPETS; PLAYSETS 
FOR DOLLS, DOLL CLOTHING AND COSTUMES; CHIL- 
DREN’S PLAY COSMETICS; ROLE PLAYING GAMES; 
ACTION-TYPE TARGET SHOOTING GAME SETS COM- 
PRISING OF TOY GUN, TOY SUCTION DARTS AND 
TARGET; TOY WEAPONS, SQUIRT GUNS; KITES; 
PAPER AND PLASTIC PARTY FAVORS IN THE 
NATURE OF SMALL TOYS AND NOISEMAKERS; BAL- 
LOONS; STUFFED AND PLUSH TOYS; LATEX SQUEEZE 
TOY FIGURES; MUSICAL TOYS; INFLATABLE BATH 
TOYS, SWIMMING AND RIDE-ON TOYS; TOY VEHI- 
CLES; RIDE-IN TOYS; INFLATABLE SWIMMING POOLS; 
TOY HOUSES AND TENTS; SURF BOARDS, KICK 
BOARD FLOATATION DEVICES FOR RECREATION 
USE, BODY BOARDS AND LEASHES THEREFOR; TOY 
SAND BOXES AND SAND TOYS; SLEDS, TOBOGGANS, 
SNOW SAUCERS AND SNOW BOARDS FOR RECRE- 
ATIONAL USE; TOY BUILDING BLOCKS; MOBILES FOR 
CHILDREN; CHRISTMAS TREE ORNAMENTS; TOY 
CRAFT KITS COMPRISING OF MOLDS AND MOLDING 
COMPOUND FOR MAKING TOY FIGURES; PLASTIC 
ACTION FIGURE MODELS; FLYING DISCS; PET TOYS; 
MARBLES AND YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 28—(Continued). 


SN 75-150,815. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 5-22-1996. 


FOR TOYS, GAMES, PLAYTHINGS, AND SPORTING 
GOODS, NAMELY, BASKETBALL BACKBOARDS; TOY 
AND NON-MOTORIZED SCOOTERS; SKATEBOARDS 
AND SKATEBOARD BAGS; PLAY BENDABLE FIGURES; 
ACTION FIGURES TOYS; SPORTS BOARD GAMES; 
BALLS, NAMELY, BASKETBALLS, PLAYGROUND 
BALLS, SPORT BALLS, FOAM ACTION BALLS AND 
TOY HOOP SETS; TOY BANKS; TOY WATCHES; BATH 
TUB TOYS; CHILDREN’S MULTIPLE ACTIVITY TOYS; 
TOY MAGIC TRICKS; WATER SQUIRTING TOYS; WIND- 
UP TOYS; JUMP ROPES; SLING SHOTS; AUDIO AND 
VISUAL TOYS, NAMELY, INTERACTIVE GAME DISCS 
CONTAINING ROLE PLAYING GAMES, ACTION 
GAMES, TALKING DOLLS, TOY 3-D VIEWERS AND 
REELS; ACTION SKILL GAMES; BOARD GAMES; CARD 
GAMES; HAND HELD UNITS FOR PLAYING ELEC- 
TRONIC GAMES; VIDEO GAME CARTRIDGES; COIN 
AND NON-COIN OPERATED VIDEO GAME MACHINES 
AND COMPUTER PROGRAMS THEREFOR; ELECTRON- 
IC GAME EQUIPMENT WITH A WATCH FUNCTION; 
HAND HELD LCD GAME MACHINES; VIDEO GAME 
OUTPUT MACHINES, NAMELY, INTERACTIVE AUDIO 
GAMES OF VIRTUAL REALITY COMPRISED OF COM- 
PUTER HARDWARE AND SOFTWARE; COIN AND NON- 
COIN OPERATED GAME TABLES; PINBALL MACHINES 
AND PINBALL-TYPE GAMES; COMPUTER GAMES, 
NAMELY, VIRTUAL REALITY GAME SOFTWARE AND 
COMPUTER GAME DISCS, CASSETTES, CARTRIDGES, 
PROGRAMS AND TAPES; JIGSAW PUZZLES; MANIPU- 
LATIVE PUZZLES; MECHANICAL ACTION TOYS; BAT- 
TERY-OPERATED ACTION TOYS; DOLLS, PUPPETS; 
PLAYSETS FOR DOLLS, DOLL CLOTHING AND COS- 
TUMES; CHILDREN’S PLAY COSMETICS; ROLE PLAY- 
ING GAMES; ACTION-TYPE TARGET SHOOTING GAME 
SETS COMPRISING OF TOY GUN, TOY SUCTION 
DARTS AND TARGET; TOY WEAPONS, SQUIRT GUNS; 
KITES; PAPER AND PLASTIC PARTY FAVORS IN THE 
NATURE OF SMALL TOYS AND NOISEMAKERS; BAL- 
LOONS; STUFFED AND PLUSH TOYS; LATEX SQUEEZE 
TOY FIGURES; MUSICAL TOYS; INFLATABLE BATH 
TOYS, SWIMMING AND RIDE-ON TOYS; TOY VEHI- 
CLES; RIDE-IN TOYS; INFLATABLE SWIMMING POOLS; 
TOY HOUSES AND TENTS; SURF BOARDS, KICK 
BOARD FLOATATION DEVICES FOR RECREATIONAL 
USE, BODY BOARDS AND LEASHES THEREFOR; TOY 
SAND BOXES AND SAND TOYS; SLEDS, TOBOGGANS, 
SNOW SAUCERS AND SNOW BOARDS FOR RECRE- 
ATIONAL USE; TOY BUILDING BLOCKS; MOBILES FOR 
CHILDREN; CHRISTMAS TREE ORNAMENTS; TOY 
CRAFT KITS COMPRISING OF MOLDS AND MOLDING 
COMPOUND FOR MAKING TOY FIGURES; PLASTIC 
ACTION FIGURE MODELS; FLYING DISCS; PET TOYS; 
MARBLES AND YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 
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CLASS 28—(Continued). 


SN 75-150,816. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 5-22-1996. 


STAROID 


FOR TOYS, GAMES, PLAYTHINGS, AND SPORTING 
GOODS, NAMELY, BASKETBALL BACKBOARDS; TOY 
AND NON-MOTORIZED SCOOTERS; SKATEBOARDS 
AND SKATEBOARD BAGS; PLAY BENDABLE FIGURES; 
ACTION FIGURES TOYS; SPORTS BOARD GAMES; 
BALL, NAMELY, BASKETBALLS, PLAYGROUND 
BALLS, SPORT BALLS, FOAM ACTION BALLS AND 
TOY HOOP SETS; TOY BANKS; TOY WATCHES; BATH 
TUB TOYS; CHILDREN’S MULTIPLE ACTIVITY TOYS; 
TOY MAGIC TRICKS; WATER SQUIRTING TOYS; WIND- 
UP TOYS; JUMP ROPES; SLING SHOTS; AUDIO AND 
VISUAL TOYS, NAMELY, INTERACTIVE GAME DISCS 
CONTAINING ROLE PLAYING GAMES, ACTION 
GAMES, TALKING DOLLS, TOY 3-D VIEWERS AND 
REELS; ACTION SKILL GAMES; BOARD GAMES; CARD 
GAMES; HAND HELD UNITS FOR PLAYING ELEC- 
TRONIC GAMES; VIDEO GAME CARTRIDGES; COIN 
AND NON-COIN OPERATED VIDEO GAME MACHINES 
AND COMPUTER PROGRAMS THEREFOR; ELECTRON- 
IC GAME EQUIPMENT WITH A WATCH FUNCTION; 
HAND HELD LCD GAME MACHINES; VIDEO GAME 
OUTPUT MACHINES, NAMELY, INTERACTIVE AUDIO 
GAMES OF VIRTUAL REALITY COMPRISED OF COM- 
PUTER HARDWARE AND SOFTWARE; COIN AND NON- 
COIN OPERATED GAME TABLES; PINBALL MACHINES 
AND PINBALL-TYPE GAMES; COMPUTER GAMES, 
NAMELY, VIRTUAL REALITY GAME SOFTWARE AND 
COMPUTER GAME DISCS, CASSETTES, CARTRIDGES, 
PROGRAMS AND TAPES; JIGSAW PUZZLES; MANIPU- 
LATIVE PUZZLES; MECHANICAL ACTION TOYS; BAT- 
TERY-OPERATED ACTION TOYS; DOLLS, PUPPETS; 
PLAYSETS FOR DOLLS, DOLL CLOTHING AND COS- 
TUMES; CHILDREN’S PLAY COSMETICS; ROLE PLAY- 
ING GAMES; ACTION-TYPE TARGET SHOOTING GAME 
SETS COMPRISING OF TOY GUN, TOY SUCTION 
DARTS AND TARGET; TOY WEAPONS, SQUIRT GUNS; 
KITES; PAPER AND PLASTIC PARTY FAVORS IN THE 
NATURE OF SMALL TOYS AND NOISEMAKERS; BAL- 
LOONS; STUFFED AND PLUSH TOYS; LATEX SQUEEZE 
TOY FIGURES; MUSICAL TOYS; INFLATABLE BATH 
TOYS, SWIMMING AND RIDE-ON TOYS; TOY VEHI- 
CLES; RIDE-IN TOYS; INFLATABLE SWIMMING POOLS; 
TOY HOUSES AND TENTS; SURF BOARDS, KICK 
BOARD FLOATATION DEVICES FOR RECREATION 
USE, BODY BOARDS AND LEASHES THEREFOR; TOY 
SAND BOXES AND SAND TOYS; SLEDS, TOBOGGANS, 
SNOW SAUCERS AND SNOW BOARDS FOR RECRE- 
ATIONAL USE; TOY BUILDING BLOCKS; MOBILES FOR 
CHILDREN; CHRISTMAS TREE ORNAMENTS; TOY 
CRAFT KITS COMPRISING OF MOLDS AND MOLDING 
COMPOUND FOR MAKING TOY FIGURES; PLASTIC 
ACTION FIGURE MODELS; FLYING DISCS; PET TOYS; 
MARBLES AND YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 28—(Continued). 


SN 75-150,818. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 5-22-1996. 


FOR TOYS, GAMES, PLAYTHINGS, AND SPORTING 
GOODS, NAMELY, BASKETBALL BACKBOARDS; TOY 
AND NON-MOTORIZED SCOOTERS; SKATEBOARDS 
AND SKATEBOARD BAGS; PLAY BENDABLE FIGURES; 
ACTION FIGURES TOYS; SPORTS BOARD GAMES; 
BALLS, NAMELY, BASKETBALLS, PLAYGROUND 
BALLS, SPORT BALLS, FOAM ACTION BALLS AND 
TOY HOOP SETS; TOY BANKS; TOY WATCHES; BATH 
TUB TOYS; CHILDREN’S MULTIPLE ACTIVITY TOYS; 
TOY MAGIC TRICKS; WATER SQUIRTING TOYS; WIND- 
UP TOYS; JUMP ROPES; SLING SHOTS; AUDIO AND 
VISUAL TOYS, NAMELY, INTERACTIVE GAME DISCS 
CONTAINING ROLE PLAYING GAMES, ACTION 
GAMES, TALKING DOLLS, TOY 3-D VIEWERS AND 
REELS; ACTION SKILL GAMES; BOARD GAMES; CARD 
GAMES; HAND HELD UNITS FOR PLAYING ELEC- 
TRONIC GAMES; VIDEO GAME CARTRIDGES; COIN 
AND NON-COIN OPERATED VIDEO GAME MACHINES 
AND COMPUTER PROGRAMS THEREFOR; ELECTRON- 
IC GAME EQUIPMENT WITH A WATCH FUNCTION; 
HAND HELD LCD GAME MACHINES; VIDEO GAME 
OUTPUT MACHINES, NAMELY, INTERACTIVE AUDIO 
GAMES OF VIRTUAL REALITY COMPRISED OF COM- 
PUTER HARDWARE AND SOFTWARE; COIN AND NON- 
COIN OPERATED GAME TABLES; PINBALL MACHINES 
AND PINBALL-TYPE GAMES; COMPUTER GAMES, 
NAMELY, VIRTUAL REALITY GAME SOFTWARE AND 
COMPUTER GAME DISCS, CASSETTES, CARTRIDGES, 
PROGRAMS AND TAPES; JIGSAW PUZZLES; MANIPU- 
LATIVE PUZZLES; MECHANICAL ACTION TOYS; BAT- 
TERY-OPERATED ACTION TOYS; DOLLS, PUPPETS; 
PLAYSETS FOR DOLLS, DOLL CLOTHING AND COS- 
TUMES; CHILDREN’S PLAY COSMETICS; ROLE PLAY- 
ING GAMES; ACTION-TYPE TARGET SHOOTING GAME 
SETS COMPRISING OF TOY GUN, TOY SUCTION 
DARTS AND TARGET; TOY WEAPONS, SQUIRT GUNS; 
KITES; PAPER AND PLASTIC PARTY FAVORS IN THE 
NATURE OF SMALL TOYS AND NOISEMAKERS; BAL- 
LOONS; STUFFED AND PLUSH TOYS; LATEX SQUEEZE 
TOY FIGURES; MUSICAL TOYS; INFLATABLE BATH 
TOYS, SWiMMING AND RIDE-ON TOYS; TOY VEHI- 
CLES; RIDE-IN TOYS; INFLATABLE SWIMMING POOLS; 
TOY HOUSES AND TENTS; SURF BOARDS, KICK 
BOARD FLOATATION DEVICES FOR RECREATIONAL 
USE, BODY 30ARDS AND LEASHES THEREFOR; TOY 
SAND BOXES AND SAND TOYS; SLEDS, TOBOGGANS, 
SNOW SAUCERS AND SNOW BOARDS FOR RECRE- 
ATIONAL USE; TOY BUILDING BLOCKS; MOBILES FOR 
CHILDREN; CHRISTMAS TREE ORNAMENTS; TOY 
CRAFT KITS COMPRISING OF MOLDS AND MOLDING 
COMPOUND FOR MAKING TOY FIGURES; PLASTIC 
ACTION FIGURE MODELS; FLYING DISCS; PET TOYS; 
MARBLES AND YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 
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SN 74-553,672. PIONEER SNACKS, INC., FARMINGTON 
HILLS, MI. FILED 7-25-1994. 


PIONEER BRAND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRAND”, APART FROM THE MARK AS SHOWN. 

FOR DRIED SNACK FRUIT, NOT PACKAGED IN 
CANS OR JARS (U.S. CL. 46). 


SN 74-674,880. DEAN PICKLE AND SPECIALTY PROD- 
UCTS COMPANY, GREEN BAY, WI. FILED 5-15-1995. 


POUCHPAK PEPPERONCINI 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PEPPERONCINI”, APART FROM THE MARK AS 
SHOWN. 

FOR PROCESSED PEPPERONCINI (U.S. CL. 46). 


SN 74-698,367. ZAPPE ENDEAVORS, INC., GRAMERCY, 
LA. FILED 7-7-1995. 


KICKERS 


FOR POTATO-BASED SNACK FOODS (U.S. CL. 46). 


SN 74-713,708. INTER-IBERIA COMERCIO DE ALIMEN- 
TOS, LDA., LISBOA, PORTUGAL, FILED 8-10-1995. 


CAMPINO 


OWNER OF PORTUGAL REG. NO. 
5-18-1967, EXPIRES 5-18-1997. 

THE ENGLISH TRANSLATION OF “CAMPINO” IS 
“COUNTRYMEN”, “VILLAGER” AND “BULL KEEPER”. 

FOR PEELED TOMATOES AND TOMATO PASTE (U.S. 
CL. 46). 


134.395, DATED 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 74-726,954. WIGLEY, THOMAS W., JR., NOVI, MI. 
FILED 9-11-1995. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FAMOUS”, APART FROM THE MARK AS SHOWN. 

FOR PREPARED MEAT PRODUCTS, NAMELY, 
CORNED BEEF (U.S. CL. 46). 

FIRST USE 1-31-1980; IN COMMERCE 2-0-1980. 


SN 75-007,895. PUREGGS BRANDS, INC., WELLESLEY, 
MA. FILED 10-19-1995. 


EGG MENU 


OWNER OF U.S. REG. NOS. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EGG”, APART FROM THE MARK AS SHOWN. 

FOR FROZEN AND REFRIGERATED EGG PRODUCT 
(U.S. CL. 46). 


1,572,190, 1,861,424 AND 


SN 75-012,710. TOPCO ASSOCIATES, INC., SKOKIE, IL. 
FILED 10-31-1995. 


TROPICAL CLASSICS 


FOR JAMS, AND EDIBLE OILS (U.S. CL. 46). 
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SN 75-013,292. BLOCH & GUGGENHEIMER, INC., DEER- 
FIELD, IL. FILED 11-1-1995. 


B & G SANDWICH 
TOPPERS 


OWNER OF U.S. REG. NOS. 349,655, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SANDWICH”, APART FROM THE MARK AS 
SHOWN. 

FOR PICKLES (U.S. CL. 46). 

FIRST USE 8-17-1995; IN COMMERCE 8-17-1995. 


1,963,345 AND 


SN 75-023,982. STAFFORD MEAT COMPANY INC., RIO 
LINDA, CA. FILED 11-27-1995. 


SMART PROTEIN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROTEIN”, APART FROM THE MARK AS SHOWN. 

FOR JERKY (U.S. CL. 46). 

FIRST USE 10-11-1995; IN COMMERCE 10-12-1995. 


SN 75-027,718. FOOD MASTERS, INC., JEFFERSON CITY, 
MO. FILED 12-4-1995. 


REDI-STEAK 


FOR THINLY SLICED MEATS (U.S. CL. 46). 


SN 75-036,555. BOST DISTRIBUTING COMPANY, INC., 
SANFORD, NC. FILED 12-26-1995. 


TACO QUICK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TACO”, APART FROM THE MARK AS SHOWN. 

FOR PREPARED AND PACKAGED MEAT FILLING 
SOLD IN RETAIL STORES (U.S. CL. 46). 
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SN 75-041,391. CADEN, JEFFREY ALLEN, BAINBRIDGE 
ISLAND, WA. FILED 1-11-1996. 


E-LUNCH 


FOR MEALS CONSISTING PRIMARILY OF FROZEN, 
PREPARED OR PACKAGED MEAT, FISH, GAME, POUL- 
TRY, OR VEGETABLES; PICKLES, PRESERVED FRUITS 
AND VEGETABLES, PROCESSED APPLES AND APPLE- 
SAUCE, PEANUT BUTTER, CHEESE SPREADS, CHILI, 
DIPS (EXCLUDING SALSA AND OTHER SAUCES), 
FRUIT-BASED SNACK FOODS AND GUACAMOLE, 
MEAT SUBSTITUTES, SALADS EXCEPT MACARONI, 
RICE AND PASTA SALADS, SOUP AND SOUP MIXES, 
TOFU AND VEGETABLE BASED SPREADS, BAKED, 
DRIED AND PROCESSED BEANS AND LEGUMES; 
TOMATO PUREE AND PASTE, POTATO CHIPS AND 
CRISPS; PROCESSED OLIVES, JAMS, JELLIES, MARMA- 
LADES, YOGURT AND CHEESE (U.S. CL. 46). 


SN 75-041,392. CADEN, JEFFREY ALLEN, BAINBRIDGE 
ISLAND, WA. FILED 1-11-1996. 


E-CUISINE 


FOR MEALS CONSISTING PRIMARILY OF FROZEN, 
PREPARED OR PACKAGED MEAT, FISH, GAME, POUL- 
TRY, OR VEGETABLES, PICKLES, PRESERVED FRUITS 
AND VEGETABLES, PROCESSED APPLES AND APPLE- 
SAUCE, PEANUT BUTTER, CHEESE SPREADS, CHILI, 
DIPS (EXCLUDING SALSA AND OTHER SAUCES), 
FRUIT-BASED SNACK FOODS AND GUACAMOLE, 
MEAT SUBSTITUTES, SALADS EXCEPT MACARONI, 
RICE AND PASTA SALADS, SOUP AND SOUP MIXES, 
TOFU AND VEGETABLE BASED SPREADS; BAKED, 
DRIED AND PROCESSED BEANS AND LEGUMES; 
TOMATO PUREE AND PASTE; POTATO CHIPS AND 
CRISPS; PROCESSED OLIVES, JAMS, JELLIES, MARMA- 
LADES, YOGURT AND CHEESE (U.S. CL. 46). 


SN 75-044,727. JEROME FOODS, INC., BARRON, WI. 


FILED 1-17-1996. 


THE TURKEY STORE IT’S 
TODAY’S MEAT 


OWNER OF U.S. REG. NO. 1,687,977. 
FOR PROCESSED AND PRECOOKED TURKEY (U.S. 
CL. 46). 


SN 75-046,495. CENTRAL SEAWAY COMPANY, 
NORTHFIELD, IL. FILED 1-22-1996. 


INC., 


KITCHEN SELECT 


FOR FROZEN SHRIMP IN SAUCE (US. CL. 46). 
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SN 75-048,371. IMEX CORPORATION, CHULA VISTA, CA. 
FILED 1-25-1996. 


HealthULite 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LITE”, APART FROM THE MARK AS SHOWN. 

FOR FLAVORED WHEY BASED FOOD BEVERAGE 
CONCENTRATE (US. CL. 46). 

FIRST USE 12-6-1994; IN COMMERCE 12-6-1994. 


SN 75-049,664. TATE CHEESE CO., INC., VALLEY CITY, 
IL. FILED 1-29-1996. 


PIZZA CHOICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PIZZA”, APART FROM THE MARK AS SHOWN. 
FOR CHEESE (U.S. CL. 46). 
FIRST USE 3-4-1995; IN COMMERCE 3-4-1995. 


SN 75-052,094. HORMEL FOODS CORPORATION, 
AUSTIN, MN. FILED 2-1-1996. 


FORK TENDER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TENDER”, APART FROM THE MARK AS SHOWN. 
FOR MEAT OR PORK (U.S. CL. 46). 


SN 75-057,507. RICH PRODUCTS CORPORATION, BUFFA- 
LO, NY. FILED 2-13-1996. 


TROPIRICH 


FOR EDIBLE VEGETABLE OIL (U.S. CL. 46). 
FIRST USE 8-22-1993; IN COMMERCE 8-22-1993. 


SN 75-063,638. LAMB-WESTON, INC., KENNEWICK, WA. 
FILED 2-26-1996. 


SIDE KICKS 


FOR FROZEN POTATOES (U.S. CL. 46). 
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SN 75-065,279. LEAHY ORCHARDS INC., QUEBEC, 
CANADA, FILED 2-29-1996. 


OUR WAY OF PRESERVING 
NATURE 


FOR APPLE SAUCE AND APPLE SAUCE WITH FRUIT 
ADDED (USS. CL. 46). 
FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


SN 75-066,049. SEA-TREK ENTERPRISES, INCORPORAT- 
ED, EAST GREENWICH, RI. FILED 3-1-1996. 


SEA-TREK GOLD 


FOR FROZEN SEAFOOD (U.S. CL. 46). 
FIRST USE 2-0-1988; IN COMMERCE 2-0-1988. 


SN 75-068,626. DOUBLE “B” FOODS, INC., WEIMAR, TX. 
FILED 3-7-1996. 


on - ’ P ¢ 
bd Barbara Virginia’ 


FOR PREPARED MEATS AND VEGETABLES (U.S. CL. 
46). 
FIRST USE 2-12-1996; IN COMMERCE 2-12-1996. 


SN 75-071,535. PILLSBURY COMPANY, THE, MINNEAPO- 
LIS, MN. FILED 3-12-1996. 


A BETTER WAY TO EAT 


FOR FROZEN VEGETABLES; FROZEN VEGETABLES 
WITH AND WITHOUT SAUCE; FROZEN VEGETABLES 
WITH PASTA AND SAUCE; FROZEN VEGETABLES 
WITH RICE AND SAUCE (USS. CL. 46). 


SN 75-073,149. P.J. LISAC & ASSOCIATES, INC., CLACKA- 
MAS, OR. FILED 3-15-1996. 


LISANATTI 


FOR CHEESE AND NONDAIRY CHEESE SUBSTI- 
TUTES (U.S. CL. 46). 
FIRST USE 12-0-1995; IN COMMERCE 12-0-1995. 
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SN 75-074,998. SHALVARJIAN, ZACHARY, AUBURN, CA. 
FILED 3-19-1996. 


SAMURAI 


FOR BEEF JERKY MEAT SNACKS (U.S. CL. 46). 
FIRST USE 6-10-1995; IN COMMERCE 6-10-1995. 


SN 75-081,637. DEAN FOODS COMPANY, FRANKLIN 
PARK, IL. FILED 4-1-1996. 


REDI-SERV 


FOR HALF AND HALF (USS. CL. 46). 
FIRST USE 0-0-1980; IN COMMERCE 0-0-1980. 


SN 75-085,838. BRAKEBUSH BROTHERS, 
FIELD, WI. FILED 4-9-1996. 


INC., WEST- 


FIERY FINGERS 


OWNER OF U.S. REG. NO. 1,364,727. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINGERS”, APART FROM THE MARK AS SHOWN. 

FOR FURTHER PROCESSED CHICKEN (U.S. CL. 46). 

FIRST USE 11-21-1995; IN COMMERCE 11-21-1995. 


SN _ 75-085,847. BRAKEBUSH BROTHERS, INC., WEST- 
FIELD, WI. FILED 4-9-1996. 


CHIK’N’ SAVORS 


OWNER OF US. REG. NO. 1,925,641. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHIK’N”, APART FROM THE MARK AS SHOWN. 

FOR FURTHER PROCESSED CHICKEN (U.S. CL. 46). 


SN 75-085,891. BRAKEBUSH BROTHERS, INC., WEST- 
FIELD, WI. FILED 4-9-1996. 


CHIK’N O’S 


OWNER OF U.S. REG. NO. 1,925,641. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHIK’N”, APART FROM THE MARK AS SHOWN. 

FOR FURTHER PROCESSED CHICKEN (U.S. CL. 46). 

FIRST USE 5-29-1996; IN COMMERCE 5-29-1996. 
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SN 75-095,762. NHB INTERNATIONAL INC., MONTEREY 
PARK, CA. FILED 4-29-1996. 


GARDEN TUNA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TUNA”, APART FROM THE MARK AS SHOWN. 

FOR CANNED TUNA AND CANNED TUNA WITH 
GARDEN SPICES (U.S. CL. 46). 

FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 


SN 75-098,701. RITE FOODS, INC., BOSTON, MA. FILED 
5-6-1996. 


KOSHER SEALECT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “KOSHER”, APART FROM THE MARK AS SHOWN. 

FOR PREPARED KOSHER FOOD PRODUCTS, 
NAMELY, FISH BASED SPREADS AND SALADS MADE 
FROM FRESH, FROZEN, AND/OR CANNED SEAFOOD 
SUCH AS WHITE FISH AND HERRING SALADS (USS. 
CL. 46). 

FIRST USE 3-2-1993; IN COMMERCE 5-19-1995. 


SN 75-112,677. TANIMURA & ANTLE, INC., SPRECKLES, 
CA. FILED 6-3-1996. 


SALAD TIME EXPRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SALAD”, APART FROM THE MARK AS SHOWN. 

FOR PRE-CUT VEGETABLES AND PRE-CUT GARDEN 
SALADS (U.S. CL. 46). 


SN 75-113,308. TANIMURA & ANTLE, INC., SPRECKLES, 
CA. FILED 6-3-1996. 


AVOCADO TIME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AVOCADO”, APART FROM THE MARK AS 
SHOWN. 

FOR PRE-CUT VEGETABLES (US. CL. 46). 


SN 75-113,311. TANIMURA & ANTLE, INC., SPRECKLES, 
CA. FILED 6-3-1996. 


FRESH TIME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRESH”, APART FROM THE MARK AS SHOWN. 

FOR PRE-CUT VEGETABLES AND PRE-CUT GARDEN 
SALADS (U.S. CL. 46). 
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SN 75-131,186. PROPAK FOODS LLC, LOWELL, AR. 
FILED 7-8-1996. 


PROPAK FOODS LLC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOODS LLC”, APART FROM THE MARK AS 
SHOWN. 

FOR POULTRY, PORK AND BEEF (U.S. CL. 46). 


CLASS 30—STAPLE FOODS 


SN 74-477,665. FERRERO S.P.A., 12051 ALBA (CUNEO), 
ITALY, FILED 1-10-1994. 


FERRERO ROCHER 


OWNER OF U.S. REG. NOS. 
OTHERS. 

THE ENGLISH TRANSLATION OF THE WORD 
“ROCHER” IN THE MARK IS “ROCK”. 

FOR CANDY (U.S. CL. 46). 

FIRST USE 1-0-1981; INCOMMERCE 5-13-1981. 


1,261,844, 1,366,927 AND 


SN 74-646,606. QUARRY CORPORATION LIMITED, 
NASSAU, BAHAMAS, FILED 3-14-1995. 


EL SABOR AUTENTICO DE 
LA SALSA MEXICANA 


THE WORDING “EL SABOR AUTENTICO DE LA 
SALSA MEXICANA” MAY BE TRANSLATED INTO ENG- 
LISH AS “THE AUTHENTIC TASTE OF MEXICAN 
SALSA”. 

FOR HOT SAUCE (U.S. CL. 46). 

FIRST USE 2-20-1988; IN COMMERCE 2-20-1988. 
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SN 74-653,179. CALIFORNIA ICE CREAM CO., SACRA- 
MENTO, CA. FILED 3-20-1995. 


“Quality Ice Cream Manufacturing” 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CALIFORNIA ICE CREAM CO.” AND “QUALITY 
ICE CREAM MANUFACTURING”, APART FROM THE 
MARK AS SHOWN. 

THE LINING ON THE ICE CREAM CONE IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. THE LINING IN THE REPRESENTATION 
OF THE STATE OF CALIFORNIA REPRESENTS THE 
COLOR GOLD. 

FOR ICE CREAM, ICE MILK, FROZEN CUSTARDS, 
FROZEN YOGURT, FROZEN CONFECTIONS AND 
FRUIT ICE (U.S. CL. 46). 

FIRST USE 8-8-1994; IN COMMERCE 8-8-1994. 


SN 74-672,016. BUSTAMANTE, BENJAMIN BON, SINA- 
LOA, MEXICO, FILED 5-10-1995. 


WILSON’S 


OWNER OF U.S. REG. NO. 1,118,906. 

SEC. 2(F). 

FOR FRESH HERBS (U.S. CL. 46). 

FIRST USE 4-7-1993; IN COMMERCE 4-7-1993. 
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SN 74-699,045. TRESPLAIN INVESTMENTS LIMITED, 
ROAD TOWN, BR.VIRGIN ISLANDS, FILED 7-10-1995. 


OWNER OF HONG KONG REG. 
1-14-1993, EXPIRES 1-14-2000. 

THE MARK COMPRISES THE LETTERS “GR” STYL- 
IZED IN AN OCTAGON. 

FOR RICE (U.S. CL. 46). 


NO. 1531/95, DATED 


SN 74-733,739. MILLENIAD LICENSING CORPORATION, 
KINGSTON, ONTARIO K7L 2Y6, CANADA, FILED 
9-25-1995. 


MILLENIAD 


FOR CAKES, COOKIES, TARTS, PIES, PASTRIES, MUF- 
FINS, DOUGHNUTS, ROLLS, BREAD, RELISHES, PUD- 
DINGS, BISCUITS, CRACKERS, HONEY, TEA, COFFEE, 
SPICES, SAUCES, CHEWING GUM, CHOCOLATE, CHOC- 
OLATE BARS, CANDY, LOLLIPOPS, BREAKFAST 
CEREAL, SUGAR, SEASONINGS, COCOA, MAPLE 
SYRUP, SHERBET, MUSTARD, VINEGAR, MARSHMAL- 
LOWS, KETCHUP, RICE, TAPIOCA, SAGO, COFFEE SUB- 
STITUTES, FLOUR, PROCESSED AND CEREAL-BASED 
SNACK FOODS, TREACLE, YEAST, BAKING POWDER, 
SALT, PEPPER, FLAVOURED ICES, FROZEN CONFEC- 
TIONS, AND ICE (U.S. CL. 46). 


SN 75-012,701. TOPCO ASSOCIATES, INC., SKOKIE, IL. 
FILED 10-31-1995. 


TROPICAL CLASSICS 


FOR RICE, ICE CREAM, SAUCES, NAMELY, BARBE- 
CUE, STEAK AND MARINADE SAUCES, ICE CREAM 
SAUCES, AND SYRUPS, NAMELY, PANCAKE AND 
WAFFLE SYRUPS, AND SALAD DRESSINGS (U.S. CL. 
46). 
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SN 75-016,249. VINCENT, WILLIAM E., PARKER, CO. 
FILED 10-27-1995. 


THE PICTURE OF THE INDIVIDUAL APPEARING IN 
THE MARK DOES NOT IDENTIFY A LIVING INDIVID- 
UAL. 

FOR SPICES AND SAUCES FOR RETAIL OR FUR- 
THER FOOD PROCESSORS (U.S. CL. 46). 

FIRST USE 6-1-1995; IN COMMERCE 6-1-1995. 


SN 75-023,463. WILSON PRODUCTS COMPANY, SALT 
LAKE CITY, UT. FILED 11-24-1995. 


SOUTHWEST WRAP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WRAP”, APART FROM THE MARK AS SHOWN. 

FOR FLOUR SHELL STUFFED WITH A FILLING COM- 
PRISED OF VEGETABLES, MEAT AND/OR FRUIT (U.S. 
CL. 46). 


SN 75-024,879. MALT-O-MEAL COMPANY, MINNEAPO- 
LIS, MN. FILED 11-28-1995. 


FROSTED WHEAT 
SPOONERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FROSTED WHEAT”, APART FROM THE MARK AS 
SHOWN. 

FOR BREAKFAST CEREAL (U.S. CL. 46). 
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SN 75-029,525. NABISCO BRANDS COMPANY, CHICAGO, 
IL. FILED 12-6-1995. 


A SOFT CHEW THE 
WHOLE WAY THRGUGH 


FOR CHEWING GUM (US. CL. 46). 


SN 75-030,249. BREMNER, INC., ST. LOUIS, MO. FILED 
12-11-1995. © 


BAGEL FLIPS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAGEL”, APART FROM THE MARK AS SHOWN. 
FOR BAGEL CHIPS (U.S. CL. 46). 


SN 75-032,786. ICEE OF AMERICA, INC., WAYNE, PA. 
FILED 12-14-1995. 


ICEE 


OWNER OF USS. REG. 
OTHERS. 

SEC. 2(F). 

FOR FROZEN CONFECTIONS, NAMELY, FLAVORED 
ICES (U.S. CL. 46). 


NOS. 845,226, 1,707,099 AND 


SN 75-037,776. KRAFT FOODS, INC., NORTHFIELD, IL. 
FILED 12-27-1995. 


THERE. YOU JUST MADE 
DINNER 


FOR SEASONING MIX (U.S. CL. 46). 


SN 75-039,048. FEOLA, ANTHONY, MEDFORD, MA. 
FILED 1-2-1996. 


MONDAE’S 


FOR PASTRIES, ICE-CREAM, FROZEN CONFECTIONS, 
FROZEN YOGURT AND BAKERY GOODS (U.S. CL. 46). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 30—(Continued). 


SN 75-040,577. BROCKENBROUGH, J. GILL, JR., LOWES- 
VILLE, VA. FILED 1-5-1996. 


WOODSON’S MILL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MILL”, APART FROM THE MARK AS SHOWN. 

FOR WHITE CORNMEAL, YELLOW CORNMEAL, 
WHOLE WHEAT FLOUR, PANCAKE MIX, GRITS, BUCK- 
WHEAT FLOUR, HONEY (U.S. CL. 46). 

FIRST USE 3-31-1985; IN COMMERCE 3-31-1985. 


SN 75-041,144. THRIFTY PAYLESS, INC., WILSONVILLE, 
OR. FILED 1-11-1996. 


SPECIAL OCCASION 


SUBJECT TO CONCURRENT USE PROCEEDING WITH 
REGISTRATION NUMBER 1,335,771. APPLICANT 
CLAIMS THE EXCLUSIVE RIGHT TO USE THE MARK 
“SPECIAL OCCASION” IN THE STATES OF CALIFOR- 
NIA, NEVADA AND ARIZONA. 

FOR ICE CREAM, SHERBET AND FROZEN YOGURT 
(US. CL. 46). 

FIRST USE 12-25-1946; IN COMMERCE 0-0-1978. 


SN 75-044,748. CHIQUITA BRANDS, INC., CINCINNATI, 
OH. FILED 1-17-1996. 


NAKED SALSA 


OWNER OF U.S. REG. NOS. 1,486,401, 1,973,462 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SALSA”, APART FROM THE MARK AS SHOWN. 

FOR SALSA (US. CL. 46). 

FIRST USE 5-1-1995; IN COMMERCE 5-1-1995. 


SN 75-045,670. WILKINSON, WILLIAM T., SALEM, NJ. 
FILED 1-19-1996. 


SOYREAL 


FOR BREAKFAST CEREAL (U.S. CL. 46). 


SN 75-049,272. RALSTON FOODS, INC., ST. LOUIS, MO. 
FILED 1-26-1996. 


COUNTRY CRISP & APPLES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “APPLES”, APART FROM THE MARK AS SHOWN. 
FOR BREAKFAST CEREAL (US. CL. 46). 
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SN 75-050,179. JULIEN, NEAL B., PHOENIX, AZ. FILED 
1-30-1996. 


CHORD 


g ym Ly ya 


VO rLa lt 
RSID UK, 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ICE CREAM SCONE”, APART FROM THE MARK 
AS SHOWN. 

FOR FROZEN CONFECTIONS, NAMELY, ICE CREAM, 
ICE MILK, ICE CREAM MIX, MILK SHAKE MIX, FROST- 
ED MALT MIX, YOGURT MIX, FROZEN YOGURT, 
MOUSSE, PARFAITS, SHERBET AND ICE CREAM 
SANDWICHES, CONES AND COOKIES TO BE EATEN 
WITH FROZEN CONFECTIONS (U.S. CL. 46). 


SN 75-051,402. NABISCO BRANDS COMPANY, CHICAGO, 
IL. FILED 1-31-1996. 


OWNER OF U.S. REG. NOS. 37,299, 
OTHERS. 

THE STIPPLING ON THE DRAWING IS FOR SHAD- 
ING PURPOSES AND IS NOT INTENDED TO INDICATE 
COLOR. 

THE MARK CONSISTS OF “NABISCO” & COLOPHON 
IN A TRIANGLE DEVICE, SUPERIMPOSED ON THE DE- 
PICTION OF A CRACKER AND COMPLETED WITH THE 
WORDS “GOODNESS”. 

FOR COOKIES; CRACKERS; SNACK CAKES; PRET- 
ZELS; GRAIN-BASED SNACK CHIPS; SNACK MIX CON- 
SISTING PRIMARILY OF CRACKERS, CANDIED NUTS 
AND PRETZELS; TOASTER PASTRIES; GRANOLA- 
BASED SNACK BARS; COOKIE BARS, READY TO EAT 
CEREAL-DERIVED FOOD BARS; PIE CRUSTS; ICE 
CREAM CONES AND CRACKER CRUMBS (U.S. CL. 46). 


1,883,755 AND 
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SN 75-062,632. PORTLAND PRETZEL COMPANY, PORT- 
LAND, OR. FILED 2-26-1996. 


Portland Pretzel Co. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PORTLAND PRETZEL CO.”, APART FROM THE 
MARK AS SHOWN. 

FOR PRETZELS (US. CL. 46). 

FIRST USE 11-1-1995; IN COMMERCE 12-12-1995. 


SN 75-062,758. R. C. BIGELOW, INC., FAIRFIELD, CT. 
FILED 2-26-1996. 


CINNAMON APPLE 
ORCHARD 


OWNER OF U.S. REG. NO. 1,187,935. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CINNAMON APPLE”, APART FROM THE MARK 
AS SHOWN. 

FOR HERB TEA (U.S. CL. 46). 


SN 75-064,129. BARCINO ENTERPRISES INC., JACKSON 
HEIGHTS, NY. FILED 2-21-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOAST”, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS RED 
AND YELLOW. 

FOR TOAST-LIKE COOKIES (U.S. CL. 46). 

FIRST USE 6-22-1995; IN COMMERCE 6-22-1995. 
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SN 75-064,611. CARROWS RESTAURANTS, INC., IRVINE, 
CA. FILED 2-28-1996. 


MILE HIGH CHICKEN 
CLUB MELT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHICKEN CLUB MELT”, APART FROM THE 
MARK AS SHOWN. 

FOR SANDWICHES FOR CONSUMPTION ON OR OFF 
THE PREMISES (U.S. CL. 46). 


SN 75-064,612. CARROWS RESTAURANTS, INC., IRVINE, 
CA. FILED 2-28-1996. 


MILE HIGH POT PIE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “POT PIE”, APART FROM THE MARK AS SHOWN. 

FOR POT PIES FOR CONSUMPTION ON OR OFF THE 
PREMISES (U.S. CL. 46). 


SN 75-064,614. CARROWS RESTAURANTS, INC., IRVINE, 
CA. FILED 2-28-1996. 


MILE HIGH BURGER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BURGER”, APART FROM THE MARK AS SHOWN. 

FOR SANDWICHES FOR CONSUMPTION ON OR OFF 
THE PREMISES (U.S. CL. 46). 


SN 75-064,615. CARROWS RESTAURANTS, INC., IRVINE, 
CA. FILED 2-28-1996. 


MILE HIGH ROAST BEEF 
SANDWICH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROAST BEEF SANDWICH”, APART FROM THE 
MARK AS SHOWN. 

FOR SANDWICHES FOR CONSUMPTION ON OR OFF 
THE PREMISES (U.S. CL. 46). 


SN 75-064,616. CARROWS RESTAURANTS, INC., IRVINE, 
CA. FILED 2-28-1996. 


MILE HIGH MEAT LOAF 
MELT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEAT LOAF MELT”, APART FROM THE MARK 
AS SHOWN. 

FOR SANDWICHES FOR CONSUMPTION ON OR OFF 
THE PREMISES (U.S. CL. 46). 
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SN 75-064,772. CARROWS RESTAURANTS, INC., IRVINE, 
CA. FILED 2-28-1996. 


MILE HIGH MEAT LOAF 
SANDWICH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEAT LOAF SANDWICH”, APART FROM THE 
MARK AS SHOWN. 

FOR SANDWICHES FOR CONSUMPTION ON OR OFF 
THE PREMISES (U.S. CL. 46). 


SN 75-064,773. CARROWS RESTAURANTS, INC., IRVINE, 
CA. FILED 2-28-1996. 


MILE HIGH CHICKEN 
CLUB SANDWICH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHICKEN CLUB SANDWICH”, APART FROM THE 
MARK AS SHOWN. 

FOR SANDWICHES FOR CONSUMPTION ON OR OFF 
THE PREMISES (U.S. CL. 46). 


SN 75-065,959. BEDRE NUT COMPANY, INC., ADA, OK. 
FILED 3-1-1996. 


BERMUDA TRIANGLES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRIANGLES”, APART FROM THE MARK AS 
SHOWN. 

FOR TRIANGLE SHAPED CHOCOLATE WITH CREME 
FILLING (U.S. CL. 46). 

FIRST USE 2-5-1996; IN COMMERCE 2-5-1996. 


SN 75-066,613. AREVALO TORTILLERIA, INC., MONTE- 
BELLO, CA. FILED 3-4-1996. 


FLAVOR-BITE 


FOR TORTILLAS AND FLAT BREADS (U.S. CL. 46). 


SN 75-068,738. JASPER FOODS, INC., JASPER, MO. FILED 
3-7-1996. 


FROSTED MOONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FROSTED”, APART FROM THE MARK AS 
SHOWN. 

FOR BREAKFAST CEREAL (U.S. CL. 46). 
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SN 75-068,807. CHEVYS, IRVINE, CA. FILED 


3-7-1996. 


CALYPSO CAMARONES 


INC., 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CAMARONES”, APART FROM THE MARK AS 
SHOWN. 

THE TRANSLATION OF THE WORD “CAMARONES” 
IS SHRIMP. 

FOR TORTILLA WRAPPED ENTREE COMPRISED PRI- 
MARILY OF SHRIMP, RICE AND VEGETABLES FOR 
CONSUMPTION ON OR OFF THE PREMISES (U.S. CL. 
46). 

FIRST USE 11-2-1995; IN COMMERCE 11-2-1995. 


SN 75-068,816. CHEVYS, 
3-7-1996. 


INC., IRVINE, CA. FILED 


BLTA 


FOR TORTILLA WRAPPED ENTREE COMPRISED PRI- 
MARILY OF BACON, RICE AND VEGETABLES FOR 
CONSUMPTION ON OR OFF THE PREMISES (U.S. CL. 
46). 

FIRST USE 11-2-1995; IN COMMERCE 11-2-1995. 


SN _ 75-068,817. CHEVYS, 
3-7-1996. 


INC., IRVINE, CA. FILED 


WOK THE WOK 


FOR TORTILLA WRAPPED ENTREE COMPRISED PRI- 
MARILY OF VEGETABLES AND RICE FOR CONSUMP- 
TION ON OR OFF THE PREMISES (U.S. CL. 46). 

FIRST USE 11-2-1995; IN COMMERCE 11-2-1995. 


SN 75-069,884. KAZAS, THOMAS P., CANONSBURG, PA. 
FILED 3-11-1996. 


A CUP OF JAVA SOUNDS 
SO GOOD 


FOR COFFEE (U.S. CL. 46). 


SN 75-069,982. FERRARA PAN CANDY CO., INC., FOREST 


PARK, IL. FILED 3-11-1996. 


PUNCHHEAD 


OWNER OF U.S. REG. NO. 781,824. 
FOR CANDY (U.S. CL. 46). 
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SN 75-070,040. KAZAS, THOMAS P., CANONSBURG, PA. 
FILED 3-11-1996. 


FOR COFFEE (U.S. CL. 46). 
FIRST USE 9-23-1995; IN COMMERCE 9-23-1995. 


SN 75-071,820. ITO EN, LTD., TOKYO, JAPAN, FILED 


= 


FOR TEA, COFFEE, AND COCOA (U.S. CL. 46). 
FIRST USE 7-1-1990; IN COMMERCE 7-1-1990. 


SN 75-072,326. GOOD EARTH CORPORATION, THE, 
SANTA CRUZ, CA. FILED 2-27-1996. 


GOOD EARTH ISLAND ICE 


OWNER OF U.S. REG. NOS. 943,714, 
OTHERS. 

FOR TEA (US. CL. 46). 

FIRST USE 2-21-1996; IN COMMERCE 2-21-1996. 


1,914,950 AND 
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SN 75-073,328. BOYLE, PETER J., SEATTLE, WA. FILED 
3-15-1996. 


SIMPLY SOUFFLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOUFFLE”, APART FROM THE MARK AS SHOWN. 

FOR SOUFFLE MIXES TO WHICH OTHER INGREDI- 
ENTS MAY BE ADDED PRIOR TO BAKING TO FORM 
SOUFFLES (U.S. CL. 46). 


SN 75-073,477. NABISCO BRANDS COMPANY, CHICAGO, 
IL. FILED 3-15-1996. 


EASY MUFFINS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MUFFINS”, APART FROM THE MARK AS SHOWN. 

FOR BATTER MIXES FOR BAKERY GOODS (U.S. CL. 
46). 


SN 75-074,374. EDWARDS BAKING COMPANY, ATLAN- 
TA, GA. FILED 3-18-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DEEP-DISH COOKIES”, APART FROM THE MARK 
AS SHOWN. 

FOR BAKERY GOODS, NAMELY PIES (U.S. CL. 46). 


SN 75-075,682. MILLSTONE COFFEE, INC., EVERETT, 
WA. FILED 3-20-1996. 


CAFFE MIDNIGHT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CAFFE”, APART FROM THE MARK AS SHOWN. 
FOR COFFEE (U.S. CL. 46). 
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SN 75-075,705. D.F. STAUFFER BISCUIT CO., INC., YORK, 
PA. FILED 3-20-1996. 


CHOCOLATE CHIPPERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHOCOLATE”, APART FROM THE MARK AS 
SHOWN. 

FOR COOKIES (U.S. CL. 46). 


SN 75-076,463. BRACH VAN HOUTEN BUILDING INC., 
CHICAGO, IL. FILED 3-21-1996. 


LIP SMACKERS 


FOR CANDY (USS. CL. 46). 


SN 75-076,522. CHARLEMAGNE’S TREE FARM, LTD., 
DBA HUDSON VALLEY HOMESTEAD, CRARYVILLE, 
NY. FILED 3-21-1996. 


BLOW HARD 


FOR MUSTARDS (U.S. CL. 46). 
FIRST USE 3-18-1994; IN COMMERCE 3-18-1994. 


SN 75-076,638. DAE JULIE, INC., DES PLAINES, IL. 
FILED 3-21-1996. 


CATCH OF THE DAY 


FOR CANDY (USS. CL. 46). 


SN 75-076,710. SUNSHINE BISCUITS, INC., WOOD- 


BRIDGE, NJ. FILED 3-21-1996. 


MR. CHEEZ-IT 


OWNER OF U.S. REG. NO. 151,785. 
FOR CRACKERS (U.S. CL. 46). 
FIRST USE 4-1-1995; IN COMMERCE 4-1-1995. 


SN 75-076,712. CONOPCO, INC., DBA GOOD HUMOR- 
BREYERS ICE CREAM, GREEN BAY, WI. FILED 
3-21-1996. 


TASTE, NOT TECHNOLOGY 


FOR FROZEN CONFECTIONS (U.S. CL. 46). 
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SN 75-076,815. D-LITE-FULLY EDIBLE, INC., HUNTING- 
TON, NY. FILED 3-22-1996. 


D-LITE-FULLY 


FOR POPPED POP CORN (U.S. CL. 46). 
FIRST USE 9-12-1994; IN COMMERCE 9-12-1994. 


SN 75-077,406. CREATIVE CONFECTION CONCEPTS, 
INC., MILWAUKEE, WI. FILED 3-22-1996. 


SLAPSHOT 


FOR CONFECTIONERY PRODUCTS, NAMELY 
CANDY, CHEWING GUM AND BUBBLE GUM (USS. CL. 
46). 


SN 75-080,737. OCEAN SPRAY CRANBERRIES, INC., LA- 
KEVILLE-MIDDLEBORO, MA. FILED 3-29-1996. 


CRAN RASPBERRY 


OWNER OF U.S. REG. NOS. 381,245 AND 1,851,644. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RASPBERRY”, APART FROM THE MARK AS 
SHOWN. 

FOR CONFECTIONERY PRODUCTS, NAMELY, HARD 
CANDY (U.S. CL. 46). 

FIRST USE 6-30-1994; IN COMMERCE 6-30-1994. 


SN 75-080,743. OCEAN SPRAY CRANBERRIES, INC., LA- 
KEVILLE-MIDDLEBORO, MA. FILED 3-29-1996. 


CRAN APPLE 


OWNER OF U.S. REG. NOS. 381,245 AND 773,286. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “APPLE”, APART FROM THE MARK AS SHOWN. 

FOR SYRUPS, NAMELY, PANCAKE SYRUP, TABLE 
SYRUP AND TOPPING SYRUP (U.S. CL. 46). 


SN 75-080,746. OCEAN SPRAY CRANBERRIES, INC., LA- 
KEVILLE-MIDDLEBORO, MA. FILED 3-29-1996. 


CRAN GRAPE 


OWNER OF U.S. REG. NOS. 381,245 AND 1,844,633. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GRAPE”, APART FROM THE MARK AS SHOWN. 

FOR CONFECTIONERY PRODUCTS, NAMELY, HARD 
CANDY (U.S. CL. 46). 

FIRST USE 6-30-1994; IN COMMERCE 6-30-1994. 
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SN 75-080,748. OCEAN SPRAY CRANBERRIES, INC., LA- 
KEVILLE-MIDDLEBORO, MA. FILED 3-29-1996. 


CRAN STRAWBERRY 


OWNER OF U.S. REG. NO. 381,245. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STRAWBERRY”, APART FROM THE MARK AS 
SHOWN. 

FOR CONFECTIONERY PRODUCTS, NAMELY, HARD 
CANDY (USS. CL. 46). 

FIRST USE 6-30-1994; IN COMMERCE 6-30-1994. 


SN 75-081,578. BEACH BAGEL BAKERIES, INC., MIAMI, 
FL. FILED 4-1-1996. 


BEACH BAGELS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAGEL”, APART FROM THE MARK AS SHOWN. 
FOR FRESH AND FROZEN BAGELS AND DOUGH 
USED IN THE MANUFACTURE THEREOF (US. CL. 46). 
FIRST USE 12-1-1988; IN COMMERCE 12-1-1988. 


SN 75-085,196. NAMAR COMPANY, PARAMOUNT, CA. 
FILED 4-8-1996. 


NANCY’S TEA COOLER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEA COOLER”, APART FROM THE MARK AS 
SHOWN. 

FOR INSTANT ICE TEA DRINK MIX (US. CL. 46). 


SN 75-085,208. OUTLAW PRODUCTIONS INC., JACKSON, 
WY. FILED 4-8-1996. 


FUDGE SO GOOD IT 
SHOULD BE OUTLAWED 


FOR CONFECTIONS, NAMELY, FUDGE AND TRUF- 
FLES (U.S. CL. 46). 


SN 75-085,209. OUTLAW PRODUCTIONS INC., JACKSON, 
WY. FILED 4-8-1996. 


OUTLAW 


FOR CONFECTIONS, NAMELY, FUDGE AND TRUF- 
FLES (U.S. CL. 46). 
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SN 75-085,917. REDCO FOODS, INC., WINDSOR, CT. 
FILED 4-9-1996. 


MANDARIN DELIGHT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MANDARIN”, APART FROM THE MARK AS 
SHOWN. 

FOR TEA (US. CL. 46). 


SN 75-086,821. MEYER’S BAKERIES, HOPE, AR. FILED 
4-10-1996. 


GOLDEN CLASSICS 


FOR BAKERY PRODUCTS (USS. CL. 46). 
FIRST USE 2-3-1996; IN COMMERCE 2-9-1996. 


SN 75-089,873. SATHERS INC., ROUND LAKE, MN. FILED 
4-17-1996. 


KWAZY RABBITS 


FOR CANDY (USS. CL. 46). 


SN 75-092,552. NABISCO BRANDS COMPANY, CHICAGO, 
IL. FILED 4-22-1996. 


EASY COOKIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COOKIES”, APART FROM THE MARK AS SHOWN. 
FOR PREMIXED COOKIE DOUGH (U.S. CL. 46). 


SN 75-096,294. HOMESTEAD, INC., NEWARK, DE. FILED 
4-29-1996. 


THRILLOGY 


FOR CANDY (U.S. CL. 46). 


SN 75-113,310. TANIMURA & ANTLE, INC., SPRECKLES, 
CA. FILED 6-3-1996. 


FRESH TIME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRESH”, APART FROM THE MARK AS SHOWN. 
FOR SAUCES (US. CL. 46). 
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SN 75-113,312. TANIMURA & ANTLE, INC., SPRECKLES, 
CA. FILED 6-3-1996. 


SALAD TIME EXPRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SALAD”, APART FROM THE MARK AS SHOWN. 
FOR SALAD DRESSINGS (U.S. CL. 46). 


SN 75-119,548. BOYLE, PETER J., SEATTLE, WA. FILED 
5-17-1996. 


NATURAL MATTERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATURAL”, APART FROM THE MARK AS 
SHOWN. 

FOR SOUFFLE MIXES TO WHICH OTHER INGREDI- 
ENTS MAY BE ADDED PRIOR TO BAKING TO FORM 
SOUFFLES (U.S. CL. 46). 


SN 75-126,482. ELIMARC ASSOCIATES, INC., CHICAGO, 
IL. FILED 6-27-1996. 


Us 
team 


eam 


OWNER OF U.S. REG. 
OTHERS. 
FOR BAKERY GOODS (U.S. CL. 46). 


NOS. 1,281,949, 1,665,968 AND 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


SN 74-583,434. PROVEN WINNERS, ENCINITAS, CA. 
FILED 10-7-1994. 


VERA 


FOR LIVING PLANTS, NAMELY, ARGERANTHE- 
MUMS (U.S. CLS. 1 AND 46). 
FIRST USE 7-10-1993; IN COMMERCE 7-10-1993. 
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SN 75-004,095. JIANGXI ZHENGXING FEED MILL, NON- 
CHANG COUNTY, JIANGXI PROVINCE, CHINA, 


FILED 10-11-1995. 


SN 74-653,024. BAUERS, JOHN, DUNDEE, OR. FILED 
3-27-1995. 


DUNDEE HILLS 
VINEYARDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VINEYARDS”, APART FROM THE MARK AS 
SHOWN. 
FOR GRAPES, WINES (U.S. CLS. 1 AND 46). 
FIRST USE 8-0-1973; IN COMMERCE 8-0-1973. nz Ww 


SN 74-709,604. SANDERS BRINE SHRIMP COMPANY, zhengxing 
L.C., OGDEN, UT. FILED 8-1-1995. 


SANDERS 


THE MARK INCLUDES THE WORD “ZHENGXING’, 
THE CHINESE CHARACTERS, TWO LETTERS “C”, A 
DESIGN OF AN EAR OF WHEAT, A RECTANGLE WITH 
a SRE Se Le. SIX SQUARES AND A DESIGN OF TWO LEAVES. 
- 2F). THE CHINESE CHARACTERS IN THE MARK ARE 
euthetamen. PET FISH AND AQUACULTURE -+eaNsLATED INTO ENGLISH AS “BECOMING PRO- 
S. CLS. PEROUS” AND TRANSLITERATED TO “ZHENGXING”. 
FIRST USE 0-0-1953; IN COMMERCE 0-0-1953. FOR AGRICULTURAL, HORTICULTURAL AND FOR 
ESTRY PRODUCTS, NAMELY, ALFALFA SEEDS; UN 
PROCESSED GRAINS FOR EATING; LIVE ANIMALS, 
NAMELY, DOGS, SHEEP, CATTLE AND POULTRY 
FRESH FRUITS AND VEGETABLES; FLOWER SEEDS, 
LIVING PLANTS AND FLOWERS; PET FOOD; ANIMAL 
FEED; AND MALT FOR BREWING AND DISTILLING 
SN 74-717,381. NATURE ISLAND LTD., MARLTON, NJ. (US. CLS. 1 AND 46) 
FILED 8-18-1995. 


NATURE ISLAND 


FOR FRESH VEGETABLES AND FRESH FRUITS (U.S. 


CLS. 1 AND 46). 
SN 75-009,876 NOREL MEXICO, S.A. DE C.V., 53100 NAU- 


CALPAN (ESTADO DE MEXICO), MEXICO, FILED 
10-24-1995. 


SN 74-735,452. STANDARD MANUFACTURING COMPA- 
NY, OMAHA, NE. FILED 9-28-1995. 


ACIPHOS PLUS 
AQT PLUS 


FOR FOODSTUFFS FOR ANIMALS, NAMELY, FOR 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO FARM ANIMALS, CAMELS AND PRAWNS, AND CON- 
USE “QUALITY”, APART FROM THE MARK AS SHOWN. SISTING OF ADDITIVES TO FODDER, CALCIUM 


FOR FEED PREMIXES FOR LIVESTOCK (U.S. CLS. 1 SOAPS, CHELADIC MINERALS, EGG SHELL HARDEN- 
AND 46). ERS PRODUCTS, PROBIOTICS, REGREASING AND 


FIRST USE 7-0-1995; IN COMMERCE 7-0-1995. MOTHERNIZED MILK (U.S. CLS. 1 AND 46). 
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SN _ 75-038,877. KAL KAN FOODS, INC., VERNON, CA. 
FILED 12-29-1995. 


WA I THAM THE WORLD'S LEADING AUTHORITY 
e, ON PET CARE AND NUTRITION 


OWNER OF U.S. REG. NOS. 1,731,062, 1,896,396 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE WORLD’S LEADING AUTHORITY ON PET 
CARE AND NUTRITION”, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING IS FOR SHADING PURPOSES ONLY 
AND DOES NOT INDICATE COLOR. 

FOR PET FOOD (U.S. CLS. 1 AND 46). 

FIRST USE 1-10-1995; IN COMMERCE 1-10-1995. 


SN 75-051,549. ARTISTRY IN BLOOM, INC., RALEIGH, 
NC. FILED 1-31-1996. 


BLOOM BOX 


FOR FRESH CUT FLOWERS (U.S. CLS. 1 AND 46). 


SN 75-052,046. BLUE SEAL FEEDS, INC., MUSCATINE, 
IA. FILED 2-1-1996. 


VINTAGE RACER 


OWNER OF U.S. REG. NOS. 1,858,777 AND 1,987,836. 
FOR FEED FOR HORSES (U.S. CLS. 1 AND 46). 
FIRST USE 4-10-1996; IN COMMERCE 4-10-1996. 


SN 75-053,985. AUNTIE M’S PRODUCTS, INC., GRESHAM, 
OR. FILED 2-5-1996. 


HANDMADE WHOLE 
GRAIN COOKIES YOUR 
DOG WOULD BUY FOR 

YOU 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HANDMADE WHOLE GRAIN COOKIES”, APART 
FROM THE MARK AS SHOWN. 

FOR PET FOOD (U.S. CLS. 1 AND 46). 
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SN 75-059,638. KAL KAN FOODS, INC., VERNON, CA. 
FILED 2-20-1996. 


CHOICE CUTS 


OWNER OF U.S. REG. NO. 1,689,216. 
FOR PET FOOD (U.S. CLS. 1 AND 46). 
FIRST USE 10-31-1989; IN COMMERCE 10-31-1989. 


SN 75-064,620. BALL HORTICULTURAL COMPANY, 
WEST CHICAGO, IL. FILED 2-28-1996. 


GALLERIA 


FOR LIVE HORTICULTURAL PLANTS, NAMELY, 
VEGETATIVELY-PRODUCED FLOWER PLANTS (US. 
CLS. 1 AND 46). 


SN 75-066,249. PURINA MILLS, INC., ST. LOUIS, MO. 
FILED 3-1-1996. 


EQUINE SENIOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EQUINE”, APART FROM THE MARK AS SHOWN. 

FOR ANIMAL FEED (U.S. CLS. 1 AND 46). 

FIRST USE 12-10-1992; IN COMMERCE 12-10-1992. 


SN 75-070,661. HYLAND COMPANY, INC., THE, ASH- 
LAND, KY. FILED 3-11-1996. 


THE PRIDE 


OWNER OF U.S. REG. NO. 1,897,669. 
FOR CAT AND DOG FOOD (U.S. CLS. 1 AND 46). 
FIRST USE 4-16-1993; IN COMMERCE 4-16-1993. 


SN 75-090,102. WOODY’S FEED & GRAIN, INC., DICKIN- 
SON, ND. FILED 4-9-1996. 


DOMINATOR 


FOR HORSE FEED (U.S. CLS. 1 AND 46). 
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SN 75-113,307. TANIMURA & ANTLE, INC., SPRECKLES, 
CA. FILED 6-3-1996. 


AVOCADO TIME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AVOCADO”, APART FROM THE MARK AS 
SHOWN. 

FOR FRESH FRUITS (U.S. CLS. 1 AND 46). 


SN 75-113,309. TANIMURA & ANTLE, INC., SPRECKLES, 
CA. FILED 6-3-1996. 


FRESH TIME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRESH”, APART FROM THE MARK AS SHOWN. 
FOR FRESH VEGETABLES (U.S. CLS. 1 AND 46). 


SN 75-127,385. MEREDITH CORPORATION, DES MOINES, 
IA. FILED 6-24-1996. 


BETTER HOMES AND 
GARDENS FLORAL & 
NATURE CRAFTS 


OWNER OF U.S. REG. NO. 1,917,272. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLORAL” OR “NATURE CRAFTS”, APART FROM 
THE MARK AS SHOWN. 

FOR DRIED FLORAL AND DRIED WREATHS MADE 
FROM LIVING MATERIAL AND SUITABLE FOR USE IN 
MAKING FLORAL ARRANGEMENTS, DECORATING 
PROJECTS, AND CRAFTING PROJECTS (U.S. CLS. 1 
AND 46). 

FIRST USE 1-29-1996; IN COMMERCE 1-29-1996. 


CLASS 32—LIGHT BEVERAGES 


SN 74-266,776. WILLIAM & SCOTT COMPANY, HUNTING- 
TON BEACH, CA. FILED 4-17-1992. 


RHINO 


OWNER OF U.S. REG. NO. 1,613,169. 
FOR ALCOHOLIC BEVERAGES; NAMELY, BEER, ALE 
AND STOUT (U.S. CL. 48). 
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SN 74-569,094. WARD, RICHARD, NILES, IL. FILED 


9-2-1994. 


BEER REPAIR KIT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEER” AND “KIT”, APART FROM THE MARK AS 
SHOWN. 

FOR KIT CONSISTING OF A HOP EXTRACT, MALT 
AND AROMATICS DESIGNED TO BE ADDED TO BEER 
TO IMPROVE ITS TASTE (USS. CL. 48). 


SN 74-695,957. COCA-COLA COMPANY, THE, ATLANTA, 
GA. FILED 6-21-1995. 


CITRA 


FOR SOFT DRINKS, FRUIT DRINKS AND FRUIT 
JUICE-BASED BEVERAGES, AND SYRUPS AND CON- 
CENTRATES FOR PREPARING SUCH BEVERAGES (U.S. 
CLS. 45, 46 AND 48). 


SN 74-720,952. ANHEUSER-BUSCH, INCORPORATED, ST. 
LOUIS, MO. FILED 8-25-1995. 


OWNER OF U.S. REG. NOS. 28,866, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN ORIGINALS”, APART FROM THE 
MARK AS SHOWN. 

THE LINING AND STIPPLING SHOWN IN THE 
DRAWING ARE FEATURES OF THE MARK AND ARE 
NOT INTENDED TO INDICATE COLOR. 

THE NAME “ADOLPHUS BUSCH” AND THE POR- 
TRAIT SHOWN IN THE MARK DOES NOT IDENTIFY A 
PARTICULAR LIVING INDIVIDUAL. 

FOR BEER (U.S. CLS. 45, 46 AND 48). 

FIRST USE 10-16-1995; IN COMMERCE 10-16-1995. 


1,443,857 AND 
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SN 74-721,910. KMART PROPERTIES, INC., TROY, MI. 
FILED 8-28-1995. 


CITRUS MOUNTAIN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CITRUS”, APART FROM THE MARK AS SHOWN. 

FOR NON-ALCOHOLIC BEVERAGES, NAMELY, SOFT 
DRINKS (U.S. CLS. 45, 46 AND 48). 


SN 74-723,162. MICROBEER DISTRIBUTORS INTERNA- 
TIONAL, L.L.C., CHICAGO, IL. FILED 8-31-1995. 


TUNNER’S GUILD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GUILD”, APART FROM THE MARK AS SHOWN. 
FOR BEER (USS. CLS. 45, 46 AND 48). 


SN 74-727,803. QUICORNAC S.A., GUAYAQUIL, ECUA- 
DOR, FILED 9-12-1995. 


CARAMBON 


OWNER OF ECUADOR REG. NO. 44362-94, DATED 
1-17-1994, EXPIRES 1-20-2005. 
FOR FRUIT DRINKS (U.S. CLS. 45, 46 AND 48). 


SN 74-730,489. AUGUST BREWING COMPANY, THE, DE- 
TROIT, MI. FILED 9-18-1995. 


THE 
AUGUST 
BREWING 
COMPANY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE” AND “BREWING COMPANY”, APART FROM 
THE MARK AS SHOWN. 

FOR BEERS (U.S. CLS. 45, 46 AND 48). 


SN 75-041,942. COCA-COLA COMPANY, THE, ATLANTA, 
GA. FILED 1-11-1996. 


POWERADE ATHLETIC 
CLUB 


OWNER OF U.S. REG. NO. 1,832,856. 
FOR SOFT DRINKS AND SPORTS DRINKS (U.S. CLS. 
45, 46 AND 48). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 32—(Continued). 


SN 75-045,631. SUN ORCHARD, INC., TEMPE, AZ. FILED 
1-19-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRESHLY SQUEEZED”, “LEMONADE” AND “100% 
NATURAL”, APART FROM THE MARK AS SHOWN. 

THE LINING IN THE DRAWING IS FOR SHADING 
PURPOSES ONLY AND DOES NOT INDICATE COLOR. 

THE WORD “LEMONADE” IN BROKEN LINES REP- 
RESENTS AN ELEMENT WHICH IS SUBJECT TO 
CHANGE AND DESCRIBES THE NATURE OF THE 
GOODS. THIS ELEMENT IS NOT CLAIMED AS A FEA- 
TURE OF THE MARK. 

FOR FRUIT JUICES AND FRUIT DRINKS (U.S. CLS. 45, 
46 AND 48). 

FIRST USE 6-1-1995; IN COMMERCE 6-1-1995. 


SN 75-048,538. LATROBE BREWING COMPANY, LA- 
TROBE, PA. FILED 1-25-1996. 


LAUREL HIGHLANDS 


FOR BEER (US. CLS. 45, 46 AND 48). 


SN 75-051,084. COTTON CLUB BOTTLING COMPANY, 
THE, CLEVELAND, OH. FILED 1-31-1996. 


BOSTON BAY 


FOR CARBONATED FRUIT DRINKS (U.S. CLS. 45, 46 
AND 48). 
FIRST USE 5-1-1996; IN COMMERCE 5-20-1996. 


SN 75-056,398. PEPSICO, INC., PURCHASE, NY. FILED 
2-12-1996. 


RUSTY GOAT 


FOR SOFT DRINKS (U.S. CLS. 45, 46 AND 48). 
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SN 75-057,367. ANHEUSER-BUSCH, INCORPORATED, ST. 
LOUIS, MO. FILED 2-13-1996. 


KING OF BOXING 


OWNER OF U.S. REG. NOS. 847,980, 
OTHERS. 
FOR BEER (U.S. CLS. 45, 46 AND 48). 


1,592,134 AND 


SN 75-057,368. ANHEUSER-BUSCH, INCORPORATED, ST. 
LOUIS, MO. FILED 2-13-1996. 


KING OF SOCCER 


OWNER OF U.S. REG. NOS. 847,980, 
OTHERS. 
FOR BEER (U.S. CLS. 45, 46 AND 48). 


1,592,134 AND 


SN 75-061,719. ZYDOT UNLIMITED, INC., TULSA, OK. 
FILED 1-31-1996. 


ZYDOT UNLIMITED, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INC.”, APART FROM THE MARK AS SHOWN. 

FOR POWDERED SOFT DRINK CONCENTRATES (U.S. 
CLS. 45, 46 AND 48). 

FIRST USE 11-15-1989; IN COMMERCE 11-15-1989. 


SN 75-062,432. MILLER BREWING COMPANY, MILWAU- 
KEE, WI. FILED 2-23-1996. 


THE LIGHTER SIDE OF 
MGD 


OWNER OF USS. REG. NOS. 
OTHERS. 
FOR BEER (U.S. CLS. 45, 46 AND 48). 


1,664,310, 1,901,296 AND 


SN 75-062,725. MCCAIN CITRUS, INC., OAK BROOK, IL. 
FILED 2-26-1996. 


PINK CALYPSO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PINK”, APART FROM THE MARK AS SHOWN. 

FOR FRUIT FLAVORED DRINK (U.S. CLS. 45, 46 AND 
48). 
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SN 75-066,013. COORS BREWING COMPANY, GOLDEN, 
CO. FILED 3-1-1996. 


BARMEN 


FOR BEER (U.S. CLS. 45, 46 AND 48). 


SN 75-068,461. JOHANNA FOODS, INC., FLEMINGTON, 
NJ. FILED 3-6-1996. 


SSIPS SABOR LATINO 


OWNER OF U.S. REG. NO. 1,880,767. 

THE ENGLISH TRANSLATION OF “SABOR LATINO” 
IS “LATIN FLAVORS”. 

FOR BEVERAGES, NAMELY, FRUIT AND VEGETA- 
BLE JUICES AND SOFT DRINKS (U.S. CLS. 45, 46 AND 
48). 


SN 75-069,530. ANHEUSER-BUSCH, INCORPORATED, ST. 
LOUIS, MO. FILED 3-8-1996. 


WHEAT WOLF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WHEAT”, APART FROM THE MARK AS SHOWN. 
FOR BEER (USS. CLS. 45, 46 AND 48). 


SN 75-073,045. BROUWERIJ STERKENS, 2321 MEER, BEL- 
GIUM, FILED 3-15-1996. 


FOR ALE (U.S. CLS. 45, 46 AND 48). 
FIRST USE 10-13-1989; IN COMMERCE 12-4-1989. 
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SN 75-074,791. COCA-COLA COMPANY, THE, ATLANTA, 
GA. FILED 3-8-1996. 


SANTIBA 


FOR NON-ALCOHOLIC BEVERAGES, NAMELY SOFT 
DRINKS AND LEMONADES, SYRUPS, CONCENTRATES 
AND OTHER PREPARATIONS USED FOR MAKING THE 
SAME (U.S. CLS. 45, 46 AND 48). 

FIRST USE 10-14-1968; IN COMMERCE 10-14-1968. 


SN 75-076,946. ANHEUSER-BUSCH, INCORPORATED, ST. 
LOUIS, MO. FILED 3-22-1996. 


STRAY BEAR 


FOR BEER (U.S. CLS. 45, 46 AND 48). 


SN 75-080,170. PEPSICO, INC., PURCHASE, NY. FILED 
3-28-1996. 


A NEW BREW FOR THE 
COLA NUT 


FOR SOFT DRINKS (U.S. CLS. 45, 46 AND 48). 
FIRST USE 5-0-1996; IN COMMERCE 5-0-1996. 


SN 75-080,747. OCEAN SPRAY CRANBERRIES, INC., LA- 
KEVILLE-MIDDLEBORO, MA. FILED 3-29-1996. 


CRAN CURRANT 


OWNER OF U.S. REG. NO. 381,245. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CURRANT”, APART FROM THE MARK AS 
SHOWN. 

FOR FRUIT JUICE DRINKS CONSISTING OF WATER, 
FRUIT JUICES AND LESSER INGREDIENTS (U.S. CLS. 
45, 46 AND 48). 


SN 75-080,754. OCEAN SPRAY CRANBERRIES, INC., LA- 
KEVILLE-MIDDLEBORO, MA. FILED 3-29-1996. 


CRAN BLACK CURRANT 


OWNER OF U.S. REG. NO. 381,245. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BLACK CURRANT”, APART FROM THE MARK AS 
SHOWN. 

FOR FRUIT JUICE DRINKS CONSISTING OF WATER, 
FRUIT JUICES AND LESSER INGREDIENTS (U.S. CLS. 
45, 46 AND 48). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 32—(Continued). 


SN 75-086,064. UINTA BREWING COMPANY, SALT LAKE 
CITY, UT. FILED 4-10-1996. 


ANGLERS 


FOR BEER (U.S. CLS. 45, 46 AND 48). 


SN 75-086,766. THIRD STREET ALEWORKS LLC, SANTA 
ROSA, CA. FILED 4-10-1996. 


ANNADEL 


FOR DRAFT ALES AND BEERS (U.S. CLS. 45, 46 AND 
48). 
FIRST USE 3-6-1996; IN COMMERCE 3-8-1996. 


SN 75-093,108. ANHEUSER-BUSCH, INCORPORATED, ST. 
LOUIS, MO. FILED 4-22-1996. 


WOLF TRACKS 


FOR BEER (U.S. CLS. 45, 46 AND 48). 


SN 75-106,618. MORAWE, UWE, LOS ANGELES, CA. 
FILED 5-20-1996. 


FOR CARBONATED SOFT DRINKS (U.S. CLS. 45, 46 
AND 48). 





T™ 166 


CLASS 32—(Continued). 


SN 75-132,388. HOMESTEAD, INC., NEWARK, DE. FILED 
7-11-1996. 


THRILLOGY 


FOR SOFT DRINKS (U.S. CLS. 45, 46 AND 48). 


CLASS 33—WINES AND SPIRITS 


SN 74-717,768. QUARRY CORPORATION LIMITED, 
NASSAU, BAHAMAS, FILED 8-18-1995. 


BAJA GOLD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOLD”, APART FROM THE MARK AS SHOWN. 

FOR COCKTAIL CONTAINING TEQUILA (U.S. CLS. 47 
AND 49). 


SN 75-013,310. GINGER SPIRITS, INC., MIAMI, FL. FILED 
11-1-1995. 


NASTI FRIZZANTE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FRIZZANTE”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION FOR THE ITALIAN 
WORD “FRIZZANTE” IS BELIEVED TO BE “SPAR- 
KLING”. 

FOR ALCOHOLIC BEVERAGES, NAMELY, WINE AND 
SPARKLING WINE (U.S. CLS. 47 AND 49). 


SN 75-024,968. EUROPEAN BEVERAGE COMPANY, INC., 
CHATSWORTH, CA. FILED 11-28-1995. 


STAR MOUNTAIN 


FOR WINE (U.S. CLS. 47 AND 49). 
FIRST USE 4-0-1987; IN COMMERCE 4-30-1987. 


SN 75-038,132. VINEDOS TORREON DE PAREDES S.A., 
SANTIAGO, CHILE, FILED 12-28-1995. 


TORREON DE PAREDES 


THE ENGLISH TRANSLATION OF 
“FORTIFIED TOWER”. 

FOR WINES AND DISTILLED LIQUORS (U.S. CLS. 47 
AND 49). 


“TORREON” IS 
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SN 75-040,360. BODEGAS VEGA SICILIA, S.A., VAL- 
BUENA DE DUERO (VALLADOLID), SPAIN, FILED 
12-26-1995. 


OREMUS 


OWNER OF SPAIN REG. NO. 1728020, DATED 8-5-1993, 
EXPIRES 8-5-2003. 
FOR WINES (U.S. CLS. 47 AND 49). 


SN 75-049,475. FLORA SPRINGS WINE COMPANY, ST. 
HELENA, CA. FILED 1-29-1996. 


AMAZING GRAPES 


FOR WINE (U.S. CLS. 47 AND 49). 


SN 75-050,219. CHATEAU ROUBINE, 83510 LORGUES, 
FRANCE, FILED 1-30-1996. 


CHATEAU ROUBINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHATEAU”, APART FROM THE MARK AS 
SHOWN. 

FOR WINES (U.S. CLS. 47 AND 49). 


SN 75-053,523. CABO DISTRIBUTING COMPANY, INC., 
SOUTH EL MONTE, CA. FILED 2-5-1996. 


TENOCH 


THE MARK “TENOCH” IS THE NAME OF AN AN- 
CIENT MEXICAN CITY. 
FOR TEQUILA; MESCAL (U.S. CLS. 47 AND 49). 


SN 75-059,805. DOMAIN HILL & MAYES, INC., NAPA, CA. 
FILED 2-20-1996. 


CLOS FONTAINE DU MONT 


THE ENGLISH TRANSLATION OF “CLOS FONTAINE 
DU MONT” IS “DOMAIN FOUNTAIN OF THE MOUN- 
TAIN”. 

FOR WINE (U.S. CLS. 47 AND 49). 

FIRST USE 6-9-1994; IN COMMERCE 6-9-1994. 
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SN 75-063,926. WILLIAM GRANT & SONS, INC., EDISON, 
NJ. FILED 2-27-1996. 


CANCUN 


FOR TEQUILA (U.S. CLS. 47 AND 49). 
FIRST USE 9-0-1988; IN COMMERCE 9-0-1988. 


SN 75-063,943. E. & J. GALLO WINERY, MODESTO, CA. 
FILED 2-27-1996. 


GOSSAMER BAY 


FOR WINES (U.S. CLS. 47 AND 49). 


SN 75-064,678. MARKET MANAGEMENT INTERNATION- 
AL INC., WINTER PARK, FL. FILED 2-28-1996. 


HEADLIGHTZ 


FOR ALCOHOLIC BEVERAGES, NAMELY, VODKA, 
BRANDY, WHISKEY, WINE, WINE COOLERS, GIN, EAU 
DE VIE, LIQUEURS, PREPARED ALCOHOLIC COCK- 
TAILS, AND DISTILLED SPIRITS (U.S. CLS. 47 AND 49). 


SN 75-065,554. WILLAMETTE VALLEY VINEYARDS, 
INC., TURNER, OR. FILED 2-29-1996. 


OREGON PEACH BLOSSOM 


OWNER OF U.S. REG. NO. 1,827,656. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OREGON” AND “PEACH”, APART FROM THE 
MARK AS SHOWN. 

FOR WINES (U.S. CLS. 47 AND 49). 


SN 75-066,320. BLACK PRINCE DISTILLERY, INC., THE, 
CLIFTON, NJ. FILED 3-1-1996. 


TUMe 


OWNER OF U.S. REG. NOS. 645,219 AND 1,436,614. 
FOR SCOTCH (U.S. CLS. 47 AND 49). 
FIRST USE 0-0-1933; IN COMMERCE 0-0-1933. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-067,338. TABLAS CREEK VINEYARD, CHESTER, 
VT. FILED 3-4-1996. 


CHATEAU TABLAS 


THE ENGLISH TRANSLATION OF “TABLAS” IS 


“TABLES”. 
FOR WINES (U.S. CLS. 47 AND 49). 


SN 75-068,174. TWICE, INC., DOUGLASTON, NY. FILED 
3-6-1996. 


VISTA VINO 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VINO”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD 
“VINO” IN THE MARK IS “WINE”. 

FOR WINE (U.S. CLS. 47 AND 49). 


SN 75-075,692. STRATFORD WINERY, LP, OAKVILLE, 
CA. FILED 3-19-1996. 


TEMESCAL 


FOR WINES (U.S. CLS. 47 AND 49). 


SN 75-076,560. PALM BAY IMPORTS, INC., BOCA RATON, 
FL. FILED 3-21-1996. 


APPLAUSE 


FOR ALCOHOLIC BEVERAGES, NAMELY WINE (U.S. 
CLS. 47 AND 49). 


SN 75-076,609. CHATMAN INTERNATIONAL INCORPO- 
RATED, WILMINGTON, DE. FILED 3-21-1996. 


INSPIRATION 


FOR WINE, BRANDY, VODKA AND LIQUEUR (U.S. 
CLS. 47 AND 49). 
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SN 75-084,126. S&A RESTAURANT CORP., DALLAS, TX. 
FILED 4-5-1996. 


EMERALD ISLE 
MARGARITA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MARGARITA”, APART FROM THE MARK AS 
SHOWN. 

FOR MARGARITAS (U.S. CLS. 47 AND 49). 

FIRST USE 4-4-1995; IN COMMERCE 4-4-1995. 


SN 75-089,541. BLACK PRINCE DISTILLERY, INC., THE, 
CLIFTON, NJ. FILED 4-17-1996. 


SOUTHERN GENTLEMAN 


FOR WHISKEY (U.S. CLS. 47 AND 49). 


CLASS 34—SMOKERS’ ARTICLES 


SN 74-698,336. SMOKER FRIENDLY LIMITED LIABILITY 
COMPANY, BOULDER, CO. FILED 7-7-1995. 


= 


FOR CIGARETTES, CIGARS, ASHTRAYS, CIGARETTE 
CASES NOT OF PRECIOUS METAL, CHEWING TOBAC- 
CO, CIGAR CUTTERS, CIGARETTE HOLDERS NOT OF 
PRECIOUS METAL, CIGARETTE LIGHTERS, CIGARIL- 
LOS, FLINTS FOR LIGHTERS, HERBS FOR SMOKING, 
POCKET MACHINES FOR ROLLING CIGARETTES, 
MATCHES, SMOKING PIPE CLEANERS, TOBACCO 
POUCHES, SMOKELESS TOBACCO, SMOKING TOBAC- 
CO, SNUFF, SNUFF BOXES NOT OF PRECIOUS METAL 
AND SPITOONS (U.S. CLS. 2, 8, 9 AND 17). 
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SN 75-076,991. AMERICAN CIGAR BOX, BROOKLYN, NY. 
FILED 3-22-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN CIGAR BOX” AND “BROOKLYN NEW 
YORK”, APART FROM THE MARK AS SHOWN. 

FOR HUMIDORS FOR CIGARS AND TOBACCO (U.S. 
CLS. 2, 8, 9 AND 17). 

FIRST USE 9-7-1995; IN COMMERCE 9-7-1995. 


SN 75-086,901. R. J. REYNOLDS TOBACCO COMPANY, 
WINSTON-SALEM, NC. FILED 4-10-1996. 


BERLIN 


FOR CIGARETTES (U.S. CLS. 2, 8, 9 AND 17). 


SN 75-099,921. EMPRESAS LA MODERNA, S.A. DE C.V., 
64000 MONTERREY, N.L., MEXICO, FILED 5-7-1996. 


MONTEBELLO 


THE WORD “MONTEBELLO” MEANS “BEAUTIFUL 
MOUNTAIN”. 


FOR CIGARS (U.S. CLS. 2, 8, 9 AND 17). 


SN 75-102,577. STANFORD TRADING COMPANY, AD- 
DISON, TX. FILED 5-10-1996. 


FOR CIGARS (U.S. CLS. 2, 8, 9 AND 17). 
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SN 75-111,146. P.T.C. BRANDS, INC., WILMINGTON, DE. 
FILED 5-28-1996. 


CYCLONE 


OWNER OF U.S. REG. NO. 1,188,006. 
FOR MATCHES (U.S. CLS. 2, 8, 9 AND 17). 


SN 75-112,298. MARTINEZ, NARCISO, DBA M & M TO- 
BACCO PRODUCTS, ROCHESTER, NY. FILED 
5-31-1996. 


CISSO 


FOR SMOKER’S ARTICLES, NAMELY, CIGARS (U.S. 
CLS. 2, 8, 9 AND 17). 


SN 75-116,730. HUMIDOR CORPORATION, WHITE 
PLAINS, NY. FILED 6-10-1996. 


HYDROMIST 


FOR HUMIDORS (USS. CLS. 2, 8, 9 AND 17). 
FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


SN 74-518,970. BEEFAMERICA OPERATING COMPANY, 
INC., OMAHA, NE. FILED 5-2-1994. 


NEBRASKA 
BOXED BEEF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOXED BEEF”, APART FROM THE MARK AS 
SHOWN. 

THE MARK CONSISTS OF THE WORDS “NEBRASKA 
BOXED BEEF” WITH LARGER LETTER “N” TO THE 
RIGHT. LETTER “N” HAS LONG TAIL AT START AND 
FINISH. 

SEC. 2(F) AS TO “NEBRASKA BOXED BEEF”. 

FOR PACKAGING OF BEEF PRODUCTS (U.S. CL. 101). 

FIRST USE 8-5-1983; IN COMMERCE 8-5-1983. 


174-558 TMOG-97-25 — QL3 
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SN 74-578,946. MODELL ASSOCIATES, INC., ASPEN, CO. 
FILED 9-27-1994. 


THE SEATTLE 
CATALOGUE. 


Ho 


j 








OWNER OF U.S. REG. NOS. 1,697,934, 1,847,840 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE SEATTLE CATALOGUE”, APART FROM THE 
MARK AS SHOWN. 

THE LINING IN THE DRAWING OF THE MARK, AT- 
TACHED HERETO, DOES NOT INDICATE COLOR. 

THE MARK CONSISTS, IN PART, OF FOUR RECTAN- 
GLES FORMING A LARGE RECTANGLE. PHOTO- 
GRAPHS OF GOODS BEING PROMOTED IN THE SHOP- 
PING GUIDE ARE DISPLAYED IN THE FOUR RECTAN- 
GLES. THE PHOTOGRAPHS VARY WITH EACH ISSUE 
OF THE SHOPPING GUIDE. THE NAME OF THE PUBLI- 
CATION IS CENTERED ABOVE THE LARGE RECTAN- 
GLE. 

SEC. 2(F) AS TO THE DESIGN OF FOUR RECTANGLE 
FORMING A LARGE RECTANGLE WITH PHOTO- 
GRAPHS OF GOODS BEING PROMOTED IN THE SHOP- 
PING GUIDE DISPLAYED IN THE RECTANGLE. 

FOR PROMOTING THE SALE OF GOODS AND SERV- 
ICES OF OTHERS IN THE SEATTLE METROPOLITAN 
AREA THROUGH THE PUBLICATION AND DISTRIBU- 
TION OF RETAIL SHOPPING GUIDES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 1-18-1994; IN COMMERCE 2-4-1994. 


SN 74-596,812. ROSEMOUNT INC., EDEN PRAIRIE, MN. 
FILED 11-9-1994. 


SALESLINK 


FOR PROVIDING INFORMATION TO USERS OF 
PROCESS CONTROL INSTRUMENTS FOR MEASURING 
TEMPERATURE, PRESSURE, FLOW, AND SIMILAR PA- 
RAMETERS FOR SUITABLE INSTALLATIONS ON THE 
USERS PREMISES (U.S. CLS. 100, 101 AND 102). 
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SN 74-600,799. CAPITAL IMPROVEMENT BOARD OF 
MANAGERS OF MARION COUNTY, INDIANA, THE, 
INDIANAPOLIS, IN. FILED 11-18-1994. 


OWNER OF U.S. REG. NOS. 1,467,804 AND 1,476,396. 

A BUILDING GENERALLY CONTAINING THE OUT- 
LINE OF THE ROOF, THE FRONT, AND THE EN- 
TRANCES/EXITS ON TWO SIDES OF THE BUILDING. 

FOR LEASING AND PROMOTING CONVENTION FA- 
CILITIES OT OTHERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-31-1982; IN COMMERCE 7-31-1982. 


SN 74-602,335. FRANDSEN INTERNATIONAL INC., TO- 
RONTO, ONTARIO MSH 4A2, CANADA, FILED 
11-22-1994. 


THE 9000 EDGE 


PRIORITY CLAIMED UNDER SEC. 44D) ON CANADA 
APPLICATION NO. 762390, FILED 8-23-1994, REG. NO. 
TMA448113, DATED 9-22-1995, EXPIRES 9-22-2010. 

FOR BUSINESS MANAGEMENT CONSULTATION 
SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 74-705,837. EFFICIENT MARKET SERVICES, INC., 
DEERFIELD, IL. FILED 7-25-1995. 


REPORTVIEW 


FOR ELECTRONIC DATA CONSULTING SERVICES 
RELATING TO THE SALE AND MARKETING OF CON- 
SUMER GOODS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-9-1993; IN COMMERCE 12-9-1993. 


SN 74-716,428. NYGARD, INC., GARDENA, CA. FILED 
8-16-1995. 


A.R.TS. 


FOR SERVICES FOR OTHERS, NAMELY, PROVIDING 
AUTOMATED INVENTORY CONTROL AND REPLEN- 
ISHMENT (U.S. CLS. 100, 101 AND 102). 

FIRST USE 0-0-1980; IN COMMERCE 0-0-1980. 
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SN 74-720,052. REAL PRECIOUS METAL, INC., CHICAGO, 
IL. FILED 8-25-1995. 


THE ROCK CHICAGO 
WANTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ROCK CHICAGO”, APART FROM THE MARK AS 
SHOWN. 

FOR PROMOTING CONCERTS FOR OTHERS (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 6-16-1995; IN COMMERCE 6-16-1995. 


SN 74-725,226. PROPHET MARKET RESEARCH INC., SAN 
DIEGO, CA. FILED 9-5-1995. 


PROPHET MARKET 
RESEARCH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MARKET RESEARCH”, APART FROM THE MARK 
AS SHOWN. 

FOR MARKET RESEARCH; STRATEGIC BUSINESS 
PLANNING; INTERACTIVE CONSULTING SERVICES IN 
THE FIELDS OF BUSINESS MARKETING, BUSINESS, 
AND BUSINESS MANAGEMENT (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 3-1-1992; IN COMMERCE 3-1-1992. 


SN 74-736,562. FRANCHISE SOURCE, 
POWELL, OH. FILED 9-15-1995. 


INC., THE, 


=FRANCHISE 
= SOURCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THE FRANCHISE SOURCE”, APART FROM THE 
MARK AS SHOWN. 

FOR FRANCHISING, NAMELY, OFFERING TECHNI- 
CAL ASSISTANCE IN THE LOCATION OF FRANCHISES 
FROM FRANCHISORS; AND/OR OPERATION OF FRAN- 
CHISES IN A VARIETY OF COMNSUMER AND COM- 
MERCIAL PRODUCTS, GOODS AND SERVICES (USS. 
CLS. 100, 101 AND 102). 

FIRST USE 6-28-1995; IN COMMERCE 6-28-1995. 
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SN 75-005,295. BULL HN INFORMATION SYSTEMS INC., 
BILLERICA, MA. FILED 10-13-1995. 


BUSINESS TIME, 
DEPENDENT COMPUTING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMPUTING”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER DATA PROCESSING OF BUSINESS 
TRANSACTIONS BASED ON SPECIFIC TIME REQUIRE- 
MENTS, NAMELY, ON-LINE TRANSACTIONS, MES- 
SAGE QUEUING, AND BATCH PROCESSING (U.S. CLS. 
100, 101 AND 102). 


SN _ 75-096,300. ENVISION, INC., CHICAGO, IL. FILED 
10-16-1995. 


INNOVISION 


FOR BUSINESS RESEARCH AND CONSULTING SERV- 
ICES, NAMELY, MARKET ANALYSIS FOR CONSUMERS 
AND CUSTOMERS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-23-1994; IN COMMERCE 3-23-1994. 


SN 75-006,776. CDL HOTELS INTERNATIONAL LIMIT- 
ED, WANCHAI, HONG KONG, FILED 10-17-1995. 


MILLENNIUM 


OWNER OF U.S. REG. NO. 1,786,276. 

FOR BUSINESS SERVICES, NAMELY, CONSULTA- 
TION IN THE AREAS OF BUSINESS, CATERING AND 
HOTEL MANAGEMENT OF OTHERS; BUSINESS ADVI- 
SORY AND CONSULTATION SERVICES RELATING TO 
HOTEL SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-014,070. BARGAIN AMERICA CORPORATION, CU- 
PERTINO, CA. FILED 11-2-1995. 


BARGAIN AMERICA 


FOR DISSEMINATION OF ADVERTISING OF THE 
GOODS AND SERVICES OF OTHERS THROUGH AN ON- 
LINE COMPUTER NETWORK (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 9-22-1995; IN COMMERCE 9-22-1995. 
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SN 75-022,226. Q-DATA CORPORATION, ST. PETERS- 
BURG, FL. FILED 10-19-1995. 


Q-DATA 


SEC. 2(F). 

FOR BUSINESS INFORMATION SERVICES, NAMELY, 
COMPILING AND PROVIDING CORPORATE FINAN- 
CIAL RECORDS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-2-1982; INCOMMERCE 12-2-1982. 


SN 75-034,594. BRIGHTWATER GROUP, INC., THE, CHI- 
CAGO, IL. FILED 12-19-1995. 


BRIGHTWATER GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GROUP”, APART FROM THE MARK AS SHOWN. 

FOR BUSINESS MARKETING CONSULTATION SERV- 
ICES FOR THE IDENTIFICATION, UNDERSTANDING 
AND MAXIMIZATION OF BRAND-BUILDING OPPOR- 
TUNITIES, STRATEGIC AND MARKETING CONSULT- 
ING IN BRAND PLANNING, POSITIONING RESEARCH 
AND BUSINESS DEVELOPMENT MARKETING (US. 
CLS. 100, 101 AND 102). 

FIRST USE 7-25-1995; IN COMMERCE 7-25-1995. 


SN 75-040,890. BERKSHIRE LIFE INSURANCE COMPA- 
NY, PITTSFIELD, MA. FILED 1-5-1996. 


REAP 


FOR TAX PLANNING SERVICES FOR MINIMIZING 
TAXES RELATING TO RETIREMENT FUNDS (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 4-3-1995; IN COMMERCE 4-3-1995. 


SN 75-041,160. CONSULTECH COMMUNICATIONS, INC., 
TROY, NY. FILED 1-11-1996. 


SOFTMAIL DIRECT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DIRECT”, APART FROM THE MARK AS SHOWN. 

FOR ADVERTISING SERVICES, NAMELY, DIRECT 
MAIL ADVERTISING; ADVISING, DESIGNING, DEVEL- 
OPING AND PREPARING ADVERTISEMENTS FOR 
OTHERS; PLACING ADVERTISEMENTS FOR OTHERS 
IN THE NATURE OF DIRECT RESPONSE ADVERTISE- 
MENTS IN PRINT AND ELECTRONIC MEDIA; AND CO- 
OPERATIVE ADVERTISING AND MARKETING (USS. 
CLS. 100, 101 AND 102). 

FIRST USE 11-1-1995; IN COMMERCE 11-1-1995. 
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SN 75-041,280. NATIONAL SKI AREAS ASSOCIATION, 
INC., LAKEWOOD, CO. FILED 1-11-1996. 


NATIONAL 


SKI AREAS 
ASSOCIATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATIONAL SKI AREAS ASSOCIATION”, APART 
FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED WITH THE COLOR BLACK, 
HOWEVER, “NATIONAL SKI AREAS ASSOCIATION, 
INC.”, DOES NOT CLAIM ANY SPECIFIC COLOR FOR 
THE MARK. 

FOR CONDUCTING TRADE SHOWS IN THE FIELD OF 
SKI RESORTS, INCLUDING SKI RESORT MANAGE- 
MENT, SKI RESORT OPERATION, AND TRAINING IN 
SKIING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-0-1994; IN COMMERCE 5-0-1994. 


SN 75-052,961. METROMAIL CORPORATION, LOMBARD, 
IL. FILED 2-5-1996. 


DNA 


FOR COMPUTERIZED CUSTOMER DATA BASE MAN- 
AGEMENT SERVICES FOR DIRECT MARKETING OR- 
GANIZATIONS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-0-1994; IN COMMERCE 7-0-1994. 


SN 75-059,499. RAZOR, MICHAEL L., SEATTLE, WA. 
FILED 2-20-1996. 


NUTRINATURALS 


FOR MARKET RESEARCH AND CONSULTING SERV- 
ICES FOR THE BEVERAGE, NATURAL FOOD AND NU- 
TRACEUTICAL INDUSTRIES (U.S. CLS. 100, 101 AND 
102). 
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SN 75-070,642. METROPOLITAN 
LEONIA, NJ. FILED 3-7-1996. 


GROUP, LLC, THE, 


RELATIVE SOLUTIONS 


FOR BUSINESS CONSULTATION SERVICES FOR 
FAMILY-OWNED OR FAMILY-OPERATED BUSINESSES 
(U.S. CLS. 100, 101 AND 102). 


SN _ 75-073,524. CONEXPORT V.I.P., 37012 BUSSOLENGO 
(VERONA), ITALY, FILED 3-15-1996. 


CONEXPORT 


FOR EXPORT AGENCY SERVICES (U.S. CLS. 100, 101 
AND 102). 


SN _ 75-075,398. BROADCAST MUSIC, INC., NEW YORK, 
NY. FILED 3-22-1996. 


YOUR MUSIC CONNECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MUSIC”, APART FROM THE MARK AS SHOWN. 

FOR LICENSING COPYRIGHTED MUSIC FOR PUBLIC 
PERFORMANCE, NAMELY COLLECTING LICENSE 
FEES ON BEHALF OF INDEPENDENT WRITERS AND 
PUBLISHERS AND MAKING PAYMENT TO THEM FOR 
PERFORMANCES OF THEIR MUSIC (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 10-15-1988; IN COMMERCE 10-15-1988. 


SN 75-078,212. REALITY CHECK INTERNATIONAL INC., 
DURANGO, CO. FILED 3-25-1996. 


REALITY CHECK 


FOR RESEARCH SERVICES, NAMELY, GATHERING 
INFORMATION FOR ASSET LOCATION, EMPLOYMENT 
BACKGROUND CHECKS, AND TENANT SCREENING 
VIA COMPUTER NETWORKS AND PUBLIC RECORDS 
(U.S. CLS. 100, 101 AND 102). 
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SN 75-087,063. TODAY’S ENTREPRENEUR, LTD., PROVI- 
DENCE, RI. FILED 4-4-1996. 


TODAY’S ENTREPRENEUR, 
LTD. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LTD.”, APART FROM THE MARK AS SHOWN. 

FOR BUSINESS CONSULTING SERVICES IN THE 
NATURE OF MATCHING INDIVIDUALS WITH INTER- 
EST IN STARTING SMALL BUSINESS VENTURES WITH 
SMALL BUSINESS INVESTMENT AND OWNERSHIP OP- 
PORTUNITIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-1-1988; IN COMMERCE 1-23-1989. 


SN 75-087,129. SLOAN, BRUCE D., SMITHVILLE, MO. 
FILED 4-12-1996. 


1-888-RENT-NOW 


FOR ADVERTISING AND PROMOTION OF LEASING 
AND RENTAL SERVICES FOR OTHERS (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 2-11-1996; IN COMMERCE 2-11-1996. 


SN 75-087,134. SLOAN, BRUCE D., SMITHVILLE, MO. 
FILED 4-12-1996. 


1-888-SENATOR 


FOR ADVERTISING AND PROMOTION OF ADVER- 
TISING AGENCY SERVICES FOR OTHERS (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 2-11-1996; IN COMMERCE 2-11-1996. 


SN 75-087,147. SLOAN, BRUCE D., SMITHVILLE, MO. 
FILED 4-12-1996. 


1-888-CHRIST-1 


FOR ADVERTISING AND PROMOTION OF CHARITA- 
BLE SERVICES FOR OTHERS (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 2-11-1996; IN COMMERCE 2-11-1996. 


SN 75-087,148. SLOAN, BRUCE D., SMITHVILLE, MO. 
FILED 4-12-1996. 


1-888-CREDIT-1 


FOR ADVERTISING AND PROMOTION OF FINAN- 
CIAL SERVICES FOR OTHERS (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 2-11-1996; IN COMMERCE 2-11-1996. 
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SN 75-087,151. SLOAN, BRUCE D., SMITHVILLE, MO. 
FILED 4-12-1996. 


1-888-FLOWER-1 


FOR ADVERTISING AND PROMOTION OF RETAIL 
AND WHOLESALE FLORIST SERVICES FOR OTHERS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-11-1996; IN COMMERCE 2-11-1996. 


SN 75-087,152. SLOAN, BRUCE D., SMITHVILLE, MO. 
FILED 4-12-1996. 


1-888-HEALTH-1 


FOR ADVERTISING AND PROMOTION OF INSUR- 
ANCE SERVICES FOR OTHERS (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 2-11-1996; IN COMMERCE 2-11-1996. 


SN 75-087,159. SLOAN, BRUCE D., SMITHVILLE, MO. 
FILED 4-12-1996. 


1-888-TALENT-1 


FOR ADVERTISING AND PROMOTION OF TALENT 
AGENCY SERVICES FOR OTHERS (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 2-11-1996; IN COMMERCE 2-11-1996. 


SN 75-087,163. SLOAN, BRUCE D., SMITHVILLE, MO. 
FILED 4-12-1996. 


1-888-HOME-2000 


FOR ADVERTISING AND PROMOTION OF REAL 
ESTATE BROKERAGE SERVICES FOR OTHERS (USS. 
CLS. 100, 101 AND 102). 

FIRST USE 2-11-1996; IN COMMERCE 2-11-1996. 


SN 75-094,491. INTERNATIONAL DATA GROUP, INC., 
FRAMINGHAM, MA. FILED 4-26-1996. 


WEBDEX 


FOR ARRANGING AND CONDUCTING TRADE SHOW 
EXHIBITIONS, EXPOSITIONS AND CONFERENCES IN 
THE FIELD OF ONLINE INFORMATION SERVICES, 
WORLDWIDE COMPUTER NETWORKS AND INFORMA- 
TION TECHNOLOGY (U.S. CLS. 100, 101 AND 102). 





T™ 174 


CLASS 35—(Continued). 


SN 75-096,588. COLORADO COPIES, INC., FRISCO, CO. 
FILED 4-30-1996. 


INSTANT GRATIFICATION 


FOR PHOTOCOPYING SERVICES AND COPYING OF 
DOCUMENTS FOR OTHERS (U.S. CLS. 100, 101 AND 102). 
FIRST USE 10-0-1992; IN COMMERCE 10-0-1992. 


SN 75-097,454. SURVEY SAMPLING, INC., FAIRFIELD, 
CT. FILED 5-1-1996. 


WORLDOPINION 


FOR PROVIDING MARKETING RESEARCH INFOR- 
MATION, REPORTS, LISTS AND ADVERTISING VIA A 
HOME PAGE ON A GLOBAL COMPUTER NETWORK 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 4-15-1996; IN COMMERCE 4-15-1996. 


SN 75-097,689. SLOAN, BRUCE D., SMITHVILLE, MO. 
FILED 5-1-1996. 


1-888-HOUSE-PRO 


FOR ADVERTISING AND PROMOTION OF REAL 
ESTATE BROKERAGE SERVICES FOR OTHERS (US. 
CLS. 100, 101 AND 102). 

FIRST USE 3-27-1996; IN COMMERCE 3-27-1996. 


SN 75-098,588. LAWTON COMPANY, THE, DBA TLC 
STAFFING, SAN DIEGO, CA. FILED 5-3-1996. 


TLC STAFFING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STAFFING”, APART FROM THE MARK AS 
SHOWN. 

FOR EMPLOYMENT AGENCY, NAMELY, PROVIDING 
TEMPORARY PERSONNEL FOR OTHERS IN THE PRO- 
FESSIONAL, ADMINISTRATIVE AND TECHNICAL 
FIELDS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 0-0-1986; IN COMMERCE 0-0-1989. 
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SN 75-102,686. HERRON ASSOCIATES, INC., GREEN- 


WOOD, IN. FILED 5-13-1996. 


Herron Associates, Inc. 
Market Research 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSOCIATES, INC.” AND “MARKET RESEARCH”, 
APART FROM THE MARK AS SHOWN. 

THE LINES IN THE DRAWING ARE FEATURES OF 
DESIGN, AND NOT INTENDED TO DESIGNATE 
COLOR. 

FOR MARKET RESEARCH SERVICES (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 12-31-1986, FIRST USED IN ANOTHER 
FORM ON DECEMBER 31, 1959; IN COMMERCE 
12-31-1986, FIRST USED IN COMMERCE IN ANOTHER 
FORM ON DECEMBER 31, 1959. 


SN 75-103,967. HEADWAY CORPORATE RESOURCES, 
INC., NEW YORK, NY. FILED 5-14-1996. 


HEADWAY 


FOR PERSONNEL AND HUMAN RESOURCE MAN- 
AGEMENT AND CONSULTATION; TEMPORARY AND 
PERMANENT JOB PLACEMENT; AND EMPLOYMENT 
COUNSELING AND RECRUITING (U.S. CLS. 100, 101 
AND 102). 


SN 75-104,380. FIRST AMERICAN TAX VALUATION, 
INC., ST. PETERSBURG, FL. FILED 5-15-1996. 


VALUEWATCH 


FOR REAL PROPERTY TAX ASSESSMENT AND 
ANALYSIS SERVICES (U.S. CLS. 100, 101 AND 102). 
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SN 75-104,914. FORE ENTERPRISES, INC., ROLLA, MO. 
FILED 5-16-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ENTERPRISES, INC.”, APART FROM THE MARK 
AS SHOWN. 

FOR PREPARING AND PLACING ADVERTISING FOR 
OTHERS IN A COURSE MAPBOOK FOR GOLFERS (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 1-28-1996; IN COMMERCE 1-28-1996. 


SN 75-105,010. PURE DISTRIBUTORS, INC., NASHUA, NH. 
FILED 5-16-1996. 


CORE NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NETWORK”, APART FROM THE MARK AS 
SHOWN. 

FOR CONDUCTING INCENTIVE AWARD PROGRAMS 
FOR OUTSIDE SALES REPRESENTATIVES TO PRO- 
MOTE SALES PRODUCTIVITY (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 4-23-1994; IN COMMERCE 4-23-1994. 


SN 75-105,958. CAPITAL CITIES MEDIA, INC., DBA FAIR- 
CHILD PUBLICATIONS, INC., NEW YORK, NY. FILED 
5-17-1996. 


THE SOUVENIR SUPER 
SHOW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SOUVENIR” AND “SHOW”, APART FROM THE 
MARK AS SHOWN. 

FOR ORGANIZING, PROMOTING AND CONDUCTING 
TRADE SHOWS IN THE FIELD OF SOUVENIRS, GIFTS 
AND NOVELTIES (U.S. CLS. 100, 101 AND 102). 
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SN 75-106,348. JAN’S LTD., PARK CITY, UT. FILED 
5-20-1996. 


JANS MOUNTAIN 
OUTFITTERS 


OWNER OF U.S. REG. NOS. 1,872,546 AND 1,873,908. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MOUNTAIN OUTFITTERS”, APART FROM THE 
MARK AS SHOWN. 

FOR RETAIL STORE AND RENTAL SERVICES IN 
THE FIELDS OF RECREATIONAL EQUIPMENT AND 
WEARING APPAREL (U.S. CLS. 100, 101 AND 102). 

FIRST USE 8-0-1980; IN COMMERCE 8-0-1980. 


SN 75-107,237. HYPOTENUSE ENTERPRISES, INC., ROCH- 
ESTER, NY. FILED 5-20-1996. 


HYPOTENUSE 


FOR CONSULTING AND ADVISORY SERVICES RE- 
LATING TO CORPORATE DEVELOPMENT AND PLAN- 
NING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-1-1996; IN COMMERCE 3-27-1996. 


SN 75-108,763. CECCONE, GARY, DBA MODERN VIL- 
LAGE, APTOS, CA. AND CECCONE, STACIE, DBA 
MODERN VILLAGE, APTOS, CA. FILED 5-23-1996. 


MODERN VILLAGE 


FOR IMPORT/EXPORT AGENCIES (U.S. CLS. 100, 101 
AND 102). 


SN 75-109,247. PURCELL, ERIC, MIAMI BEACH, FL. 
FILED 5-24-1996. 


os 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR ADVERTISING SERVICES, NAMELY, PROVID- 
ING ADVERTISING SPACE IN CASES PLACED IN THE 
ELEVATORS OF RESIDENTIAL BUILDINGS (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 7-0-1992; IN COMMERCE 7-0-1992. 
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SN 75-109,508. HBA MATCHMAKER MEDIA, 
BRONXVILLE, NY. FILED 5-24-1996. 


INC., 


ADDRESSABLE 


FOR ADVERTISING SERVICES, NAMELY, TARGET- 
ING COMMERCIAL ADVERTISEMENTS OF OTHERS TO 
CONSUMERS BASED ON THE SPECIFIC CHARACTERIS- 
TICS ASSOCIATED WITH THE CONSUMERS (U.S. CLS. 
100, 101 AND 102). 


SN 75-109,509. HBA MATCHMAKER MEDIA, 
BRONXVILLE, NY. FILED 5-24-1996. 


INC., 


CABLE ROAD BLOCK 
NETWORK 


FOR ADVERTISING SERVICES, NAMELY, SYNCHRO- 
NIZING THE TIMING OF COMMERCIAL ADVERTISE- 
MENTS OVER MULTIPLE MEDIA TO PROVIDE A UNI- 
FIED COMMERCIAL AUDIENCE FOR ADVERTISERS 
(U.S. CLS. 100, 101 AND 102). 


SN 75-111,465. CLT RESEARCH ASSOCIATES, INC., NEW 
YORK, NY. FILED 5-29-1996. 


WEBSCORE 


FOR SYNDICATED MARKET RESEARCH SERVICES 
(U.S. CLS. 100, 101 AND 102). 
FIRST USE 4-15-1996; IN COMMERCE 4-15-1996. 


SN 75-112,492. PFIZER INC., NEW YORK, NY. FILED 
5-31-1996. 


FOR BUSINESS MARKETING CONSULTING SERV- 
ICES, NAMELY, DESIGNING AND IMPLEMENTING 
CUSTOMIZED MARKETING STRATEGIES FOR MAN- 
AGED CARE ORGANIZATIONS THROUGH THE DISTRI- 
BUTION OF PRINTED PROMOTIONAL MATERIALS, 
ORGANIZING PROGRAMS AND BY RENDERING 
SALES PROMOTION ADVICE (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 1-0-1996; IN COMMERCE 1-0-1996. 
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SN 75-115,606. ELECTRONIC DATA SYSTEMS CORPORA- 
TION, PLANO, TX. FILED 6-7-1996. 


VDF 


FOR BUSINESS MANAGEMENT AND CONSULTING 
SERVICES, NAMELY, EVALUATING, IMPLEMENTING 
AND CONTINUOUS IMPROVEMENT OF CUSTOMER’S 
DELIVERY CAPABILITIES (U.S. CLS. 100, 101 AND 102). 


SN 75-120,475. YOCO ENTERTAINMENT, A.C.C., PHOE- 
NIX, AZ. FILED 6-17-1996. 


CASTLE BOUTIQUE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BOUTIQUE”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL STORE SERVICES IN THE FIELD OF 
SEXUAL AIDS AND RELATED ADULT MERCHANDISE 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-1-1990; IN COMMERCE 1-1-1990. 


SN 75-122,552. DELUXE CORPORATION, SHOREVIEW, 
MN. FILED 6-20-1996. 


DELUXE MARKETWISE 


FOR DATA PROCESSING, NAMELY, SORTING INFOR- 
MATION PROVIDED BY FINANCIAL INSTITUTIONS 
ACCORDING TO HOUSEHOLDS, SERVICES PUR- 
CHASED, RESPONSE TO DIRECT MARKETING CAM- 
PAIGNS, AND OTHER CRITERIA PROVIDED BY THE 
CUSTOMER (U.S. CLS. 100, 101 AND 102). 


SN 75-127,516. FINANCIAL FACILITATORS PLUS, INC., 
AKRON, OH. FILED 7-1-1996. 


INCENTIVE PLUS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INCENTIVE”, APART FROM THE MARK AS 
SHOWN. 

FOR PROMOTING THE SALE OF CREDIT CARD AC- 
COUNTS THROUGH THE ADMINISTRATION OF INCEN- 
TIVE AWARD PROGRAMS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-0-1995; IN COMMERCE 12-0-1995. 
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SN 75-135,295. PAY-PER-VIEW NETWORK, INC., NEW 
YORK, NY. FILED 7-17-1996. 


HOLLYWOOD MARQUEE 


FOR ADVERTISING SERVICES PROVIDED THROUGH 
THE DEVELOPMENT AND DISTRIBUTION OF RADIO 
ADVERTISING CAMPAIGNS FOR THE BENEFIT OF 
PAY-PER-VIEW CABLE PROGRAMMING AFFILIATES 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 2-19-1996; IN COMMERCE 2-19-1996. 


CLASS 36—INSURANCE AND FINANCIAL 


SN 74-199,819. AMERICAN INTERNATIONAL GROUP, 
INC., NEW YORK, NY. FILED 9-3-1991. 


AIG - WORLD LEADERS IN 
INSURANCE AND 
FINANCIAL SERVICES 


OWNER OF U.S. REG. NO. 1,585,059. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INSURANCE AND FINANCIAL SERVICES”, 
APART FROM THE MARK AS SHOWN. 

FOR INSURANCE UNDERWRITING WITH RESPECT 
TO ALL TYPES OF INSURANCE; INSURANCE RELAT- 
ED SERVICES AND FINANCIAL SERVICES; NAMELY, 
INSURANCE ADMINISTRATION SERVICES; SELF-IN- 
SURANCE SERVICES OTHER THAN IN THE FIELDS OF 
LIFE AND TITLE INSURANCE; NAMELY, ASSISTING 
OTHERS TO PROTECT AGAINST LOSS BY SETTING 
ASIDE RESERVES AGAINST POTENTIAL LOSSES, AND 
RISK MANAGEMENT TO MINIMIZE THE IMPACT OF 
SUCH LOSSES; ACTUARIAL SERVICES; PENSION FUND 
ADMINISTRATIVE SERVICES; LOSS ADJUSTMENT 
SERVICES; INSURANCE CONSULTING SERVICES; 
NAMELY, EVALUATION OF OTHERS INSURANCE PRO- 
GRAMS IN ORDER TO ANALYZE CURRENT OR PO- 
TENTIAL RISKS, TO RECOMMEND CORRECTIVE AC- 
TIONS AND TO CONDUCT FOLLOW-UP ASSESSMENTS 
FOR CONTAINING RISKS, TO CONDUCT INSURANCE- 
RELATED CORPORATE SAFETY PROGRAMS AND 
SURVEYS, AND TO INCREASE SAFETY AND IDENTIFY 
AND ELIMINATE LOSS PRODUCING CONDITIONS IN 
CORPORATE SETTINGS; REINSURANCE SERVICES; 
NAMELY, SHARING INSURANCE RISKS, EITHER BY 
ACCEPTING SUCH RISKS FROM CLIENTS OR PLACING 
THEM WITH OTHER INSURERS; INTEREST RATE AND 
CURRENCY SWAPS; NAMELY, THE CREATION AND 
MARKETING OF STANDARD AND CUSTOMIZED FI- 
NANCIAL PRODUCTS, DERIVED FROM INTEREST 
RATE AND CURRENCY TRANSACTIONS; EQUITY-DE- 
RIVATIVE PRODUCT TRANSACTIONS; COMMODITIES 
TRADING PERFORMED FOR OTHERS; SECURITIES 
BROKER/DEALER SERVICES; PENSION AND INVEST- 
MENT FUND MANAGEMENT; PROVISION OF LOANS 
AND OF CREDIT AND OF GUARANTEES AND 
SURETY; INVESTMENT CONSULTATION, INVEST- 
MENT MANAGEMENT AND INVESTMENT ADVISORY 
SERVICES; MUTUAL FUND CREATION, MARKETING, 
SALES AND MANAGEMENT; INVESTMENT AND MER- 
CHANT BANKING; MANAGEMENT OF REAL ESTATE 
AND THE LEASING THEREOF; REAL ESTATE MORT- 
GAGE LENDING SERVICES; INSTALLMENT LOAN 
SERVICES; AND FINANCIAL MANAGEMENT (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 2-20-1990; IN COMMERCE 2-20-1990. 
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SN 74-539,394. INTERNATIONAL TOP PORDUCER’S NET- 
WORK, INC., ROSELLE, IL. FILED 6-10-1994. 


ITP 


FOR REAL ESTATE BROKERAGE SERVICES AND 
CONSULTATION THEREFOR (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 1-0-1994; IN COMMERCE 1-0-1994. 


SN 74-579,777. KOSTER, TERESA K, SWAMPSCOTT, MA. 
FILED 9-29-1994. 


Student Care 


FOR INSURANCE BROKERAGE SERVICES IN THE 
FIELD OF PREFERRED HEALTH CARE SERVICES, 
NAMELY, MEDICAL, DENTAL, VISION AND PRESCRIP- 
TION SERVICES; INSURANCE CONSULTATION SERV- 
ICES; AND FINANCIAL ANALYSIS AND CONSULTA- 
TION SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 74-613,523. PRECEDENT COMPANIES, INC., THE, IN- 
DIANAPOLIS, IN. CHANGE OF FROM AND ASSIGN- 
EE OF PRECEDENT FINANCIAL CORPORATION, IN- 
DIANAPOLIS, IN. FILED 12-21-1994. 


Precedent 


Financial 
Corporation 


OWNER OF U.S. REG. NO. 1,938,675. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINANCIAL CORPORATION”, APART FROM THE 
MARK AS SHOWN. 

FOR REAL ESTATE BROKERAGE SERVICES; REAL 
ESTATE LEASING; AND REAL ESTATE LOAN FINANC- 
ING SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 8-11-1986; IN COMMERCE 8-11-1986. 
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SN 74-618,048. HUNT REAL ESTATE CORPORATION, 
WILLIAMSVILLE, NY. FILED 1-5-1995. 


SELLER SELECT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SELLER”, APART FROM THE MARK AS SHOWN. 

FOR REAL ESTATE BROKERAGE SERVICES, 
NAMELY, PROVIDING SELLERS OF REAL ESTATE A 
CHOICE OF BROKERAGE SERVICES (U.S. CLS. 100, 101 
AND 102). 

FIRST USE 10-12-1994; IN COMMERCE 12-0-1994. 


SN 74-660,004. KIDS USA, INC., WILKES-BARRE, PA. 
FILED 4-12-1995. 


KIDS USA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “USA”, APART FROM THE MARK AS SHOWN. 

FOR CONSULTATION IN THE FIELD OF FUND RAIS- 
ING CAMPAIGNS THAT FEATURE DISTRIBUTION OF 
PROMOTIONAL ITEMS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-31-1994; IN COMMERCE 5-31-1994. 


SN 74-712,423. MONEY STORE INC., THE, UNION, NJ. 
FILED 8-8-1995. 


1-800-APT-LOAN 


OWNER OF U.S. REG. NOS. 981,752, 
1,559,234. 

FOR FINANCIAL SERVICES, NAMELY, MONEY 
LENDING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-12-1994; IN COMMERCE 9-12-1994. 


1,401,559 AND 


SN 74-716,892. LINCOLN NATIONAL LIFE INSURANCE 
COMPANY, THE, FORT WAYNE, IN. FILED 8-17-1995. 


FOR UNDERWRITING AND ADMINISTERING LIFE 
INSURANCE, HEALTH INSURANCE, DISABILITY IN- 
SURANCE, LONG-TERM CARE INSURANCE, ANNUITY 
PLANS AND REINSURANCE; ADMINISTERING PEN- 
SION PLANS AND MUTUAL FUNDS; AND PROVIDING 
INVESTMENT COUNSELING AND FINANCIAL PLAN- 
NING SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-2-1994; IN COMMERCE 5-2-1994. 
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SN 74-732,739. USG ANNUITY & LIFE COMPANY, DES 
MOINES, IA. FILED 9-22-1995. 


CLASSIC ADVANTAGE 


FOR LIFE INSURANCE UNDERWRITING AND ANNU- 
ITY BROKERAGE SERVICES (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 9-22-1995; IN COMMERCE 9-22-1995. 


SN 75-002,777. FIRST FEDERAL BANK, WATERBURY, 
CT. FILED 10-10-1995. 


FAMILY MORTGAGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MORTGAGE”, APART FROM THE MARK AS 
SHOWN. 

FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 9-13-1995; IN COMMERCE 9-13-1995. 


SN 75-016,954. FIRST SECURITY LEASING COMPANY, 
SALT LAKE CITY, UT. FILED 11-3-1995. 


HANDILEASE 


FOR FINANCE LEASING OF COMMERCIAL EQUIP- 
MENT, LEASE FINANCING OF COMMERCIAL EQUIP- 
MENT (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-30-1987; IN COMMERCE 12-11-1987. 


SN 75-021,533. CIGNA CORPORATION, PHILADELPHIA, 
PA. FILED 11-17-1995. 


CIGNA PREMIER ASSET 
MANAGEMENT 


OWNER OF U.S. REG. NOS. 1,270,223, 1,926,164 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSET MANAGEMENT”, APART FROM THE 
MARK AS SHOWN. 

FOR INVESTMENT MANAGEMENT AND ADVISORY 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 10-31-1995; IN COMMERCE 10-31-1995. 
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SN 75-024,489. OXFORD RESOURCES CORP., MELVILLE, 
NY. FILED 11-24-1995. 


EASY LEASE 


"The easiest way for your customers to lease their vehicles" 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LEASE”, APART FROM THE MARK AS SHOWN. 

FOR LEASE PURCHASE FINANCING FOR USED 
MOTOR VEHICLES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-20-1995; IN COMMERCE 11-20-1995. 


SN 75-026,962. BANNER LIFE INSURANCE CO., ROCK- 
VILLE, MD. FILED 11-30-1995. 


THE CONTINUITY SERIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERIES”, APART FROM THE MARK AS SHOWN. 

FOR UNDERWRITING LIFE INSURANCE SERVICES 
(U.S. CLS. 100, 101 AND 102). 


SN 75-033,140. BLUE CROSS AND BLUE SHIELD ASSO- 
CIATION, CHICAGO, IL. FILED 12-15-1995. 


MEDICARE BLUE USA 


OWNER OF U.S. REG. NOS. 1,055,560, 1,766,435 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICARE” AND “USA”, APART FROM THE 
MARK AS SHOWN. 

FOR PREPAID FINANCING AND ADMINISTRATION 
OF MEDICAL, HOSPITAL AND RELATED HEALTH 
SERVICES, NAMELY, PHYSICIAN SERVICES, PHARMA- 
CY SERVICES, HOSPITAL SERVICES, AND HEALTH 
TREATMENT SERVICES FOR MEDICARE BENEFICI- 
ARIES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-28-1995; IN COMMERCE 11-28-1995. 


SN 75-040,027. UNION BANK OF CALIFORNIA, N.A., SAN 
FRANCISCO, CA. ASSIGNEE OF UNION BANK, SAN 
FRANCISCO, CA. FILED 1-4-1996. 


UNIONBANCAL 
CORPORATION 


OWNER OF U.S. REG. NOS. 739,199, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CORPORATION”, APART FROM THE MARK AS 
SHOWN. 

FOR BANKING AND RELATED FINANCIAL SERV- 
ICES (U.S. CLS. 100, 101 AND 102). 


1,573,820 AND 
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SN 75-040,324. VISA U.S.A. INC., FOSTER CITY, CA. 
FILED 12-20-1995. 


POS-PARTNER 


FOR FINANCIAL SERVICES, NAMELY CREDIT 
CARD, DEBIT CARD, AND PAYMENT CARD SERVICES, 
ELECTRONIC FUNDS TRANSFER AND BANKING 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-8-1996; IN COMMERCE 3-8-1996. 


SN 75-043,383. BANC ONE CORPORATION, COLUMBUS, 
OH. FILED 1-16-1996. 


SEE THE RESULTS YOU 
CAN ACHIEVE. 


FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-045,397. VIRTUAL MORTGAGE NETWORK, INC., 
NEWPORT BEACH, CA. FILED 1-18-1996. 


The 
LoanMaker 
System 


Vz 
= 


FOR MORTGAGE LOAN SERVICES (U.S. CLS. 100, 101 
AND 102). 
FIRST USE 10-27-1995; IN COMMERCE 10-27-1995. 


SN 75-051,604. BAY VIEW FEDERAL BANK, SAN 
MATEO, CA. FILED 12-28-1995. 


THE CURE FOR THE 
COMMON BANK 


FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 
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SN 75-054,195. MATRIX CAPITAL BANK, LAS CRUCES, 
NM. FILED 2-6-1996. 


THE DRAWING IS LINED FOR THE COLOR OF 
GREEN AND THE COLOR IS A FEATURE OF THE 
MARK. 

FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-064,762. NATIONAL WESTERN LIFE INSURANCE 
COMPANY, AUSTIN, TX. FILED 2-28-1996. 


BENEFACTOR SELECT 


FOR LIFE INSURANCE UNDERWRITING SERVICES 
(U.S. CLS. 100, 101 AND 102). 


SN 75-066,760. BALLIETT FINANCIAL SERVICES, INC., 
WINTER PARK, FL. FILED 3-4-1996. 


BALLIETTGIFTRUST 


FOR ESTATE TRUST MANAGEMENT, NAMELY, 
MANAGEMENT OF PROTOTYPE TRUSTS CREATED 
FOR CLIENTS TO AVOID PROBATE, REDUCE ESTATE 
TAXES, AND CREATE WEALTH (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 12-15-1995; IN COMMERCE 12-15-1995. 


SN 75-066,761. BALLIETT FINANCIAL SERVICES, INC., 
WINTER PARK, FL. FILED 3-4-1996. 


SUPRRRTRUSTS 


FOR ESTATE TRUST MANAGEMENT, NAMELY, 
MANAGEMENT OF PROTOTYPE TRUSTS CREATED 
FOR CLIENTS TO AVOID PROBATE, REDUCE ESTATE 
TAXES, AND CREATE WEALTH (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 8-19-1994; IN COMMERCE 9-19-1994. 
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SN 75-068,734. VALLEY FORGE CAPITAL HOLDINGS, 
INC., SAN FRANCISCO, CA. FILED 3-7-1996. 


VF 


FOR FINANCIAL AND INVESTMENT SERVICES, 
NAMELY INVESTMENT OF FUNDS FOR OTHERS, IN- 
VESTMENT ADVICE, MUTUAL FUND INVESTMENT, 
SECURITIES AND MUTUAL FUND BROKERAGE, IN- 
VESTMENT FUND, ADMINISTERING AND MANAGING 
MUTUAL FUNDS; FINANCIAL ANALYSIS, CONSULTA- 
TION AND PLANNING; FINANCIAL MANAGEMENT 
(U.S. CLS. 100, 101 A®ND 102). 

FIRST USE 6-0-1993; IN COMMERCE 6-0-1993. 


SN 75-072,177. BANCBOSTON MORTGAGE CORPORA- 
TION, JACKSONVILLE, FL. FILED 3-13-1996. 


HOMESIDE 


FOR MORTGAGE LENDING SERVICES (U.S. CLS. 100, 
101 AND 102). 


SN 75-072,179. BANCBOSTON MORTGAGE CORPORA- 


TION, JACKSONVILLE, FL. FILED 3-13-1996. 


HOMESIDE LENDING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LENDING”, APART FROM THE MARK AS 
SHOWN. 

FOR MORTGAGE LENDING SERVICES (U.S. CLS. 100, 
101 AND 102). 


SN 75-072,181. BANCBOSTON MORTGAGE CORPORA- 
TION, JACKSONVILLE, FL. FILED 3-13-1996. 


HOMESIDE MORTGAGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MORTGAGE”, APART FROM THE MARK AS 
SHOWN. 

FOR MORTGAGE LENDING SERVICES (U.S. CLS. 100, 
101 AND 102). 


SN 75-085,908. BLOCK FINANCIAL CORPORATION, 
KANSAS CITY, MO. FILED 4-9-1996. 


NETGUARD 


FOR FINANCIAL GUARANTEE AND _ SURETY, 
NAMELY, THE ASSUMPTION OF A CREDIT CARD 
HOLDER’S FIFTY DOLLAR LIABILITY FOR CHARGES 
INCURRED WITH A STOLEN CREDIT CARD MARKET- 
ED OR ISSUED BY APPLICANT (U.S. CLS. 100, 101 AND 
102). 
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SN 75-087,474. SULLIVAN & SHUMAN, P.C., FRAMING- 
HAM, MA. FILED 4-12-1996. 


CPADVISOR 


FOR ACCOUNTING SERVICES; AND REFERRAL 
SERVICES FOR BUSINESS PROFESSIONALS (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 1-18-1996; IN COMMERCE 1-18-1996. 


SN 75-092,222. AMERICAN NATIONAL PROPERTY AND 
CASUALTY CO, SPRINGFIELD, MO. FILED 4-22-1996. 


FOR INSURANCE UNDERWRITING IN THE FIELD OF 
AUTOMOBILES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 1-3-1996; IN COMMERCE 1-3-1996. 


SN 75-098,648. AMERICAN FUNDS DISTRIBUTORS, INC., 
LOS ANGELES, CA. FILED 5-3-1996. 


A PORTFOLIO FOR EVERY 
INVESTOR 


FOR MUTUAL FUND INVESTMENT SERVICES (U.S. 
CLS. 100, 101 AND 102). 
FIRST USE 11-30-1976; IN COMMERCE 11-30-1976. 


SN 75-099,043. U.S. BANCORP, PORTLAND, OR. FILED 
5-6-1996. 


WITHOUT YOU, THERE’S 
NO US. 


FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 4-29-1995; IN COMMERCE 5-6-1995. 


SN 75-099,420. WELLS FARGO & COMPANY, SAN FRAN- 
CISCO, CA. FILED 5-6-1996. 


WELLS FARGO CASH 
OPTIMIZER ACCOUNT 


OWNER OF U.S. REG. NOS. 779,187, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CASH OPTIMIZER ACCOUNT”, APART FROM THE 
MARK AS SHOWN. 

FOR BANKING AND INVESTMENT MANAGEMENT 
SERVICES (U.S. CLS. 100, 101 AND 102). 


1,890,155 AND 
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SN 75-101,198. CLEARVIEW CAPITAL CORPORATION, 
HUNTINGTON BEACH, CA. FILED 5-9-1996. 


CLEARVIEW CAPITAL 
CORPORATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CAPITAL CORPORATION”, APART FROM THE 
MARK AS SHOWN. 

THE MARK CONSISTS OF A RECTANGLE CONTAIN- 
ING THREE REPRESENTATIONS OF THE STYLIZED 
LETTER “C” ALL OVER THE WORDS “CLEARVIEW 
CAPITAL CORPORATIONS”. 

FOR FINANCING SERVICES, NAMELY, WHOLESALE 
LENDING SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-1-1994; IN COMMERCE 11-1-1994. 


SN 75-102,363. WALL STREET INVESTOR SERVICES, 
NEW YORK, NY. FILED 5-10-1996. 


WALL STREET ACCESS 


OWNER OF U.S. REG. NOS. 1,929,268 AND 1,929,274. 

FOR FINANCIAL SERVICES, NAMELY, SECURITIES 
BROKERAGE, FINANCIAL PLANNING FOR RETIRE- 
MENT, FINANCIAL PORTFOLIO MANAGEMENT, FI- 
NANCIAL ANALYSIS AND CONSULTATION, FINAN- 
CIAL PLANNING, INSURANCE BROKERAGE, AND 
ELECTRONIC SECURITIES TRADING FOR OTHERS 
(U.S. CLS. 100, 101 AND 102). 


SN 75-102,955. FAIRSHARE, INC., FREMONT, CA. FILED 
5-13-1996. 


FAIRSHARE 


FOR PROVIDING INVESTMENT OPPORTUNITY AND 
VENTURE CAPITAL INFORMATION SERVICES VIA A 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


SN 75-103,025. UNION FEDERAL SAVINGS BANK OF IN- 
DIANAPOLIS, INDIANAPOLIS, IN. FILED 5-13-1996. 


MASTERKEY 


FOR MORTGAGE LENDING SERVICES (U.S. CLS. 100, 
101 AND 102). 
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SN 75-104,013. COMMONWEALTH EQUITY SERVICES, 
INC., WALTHAM, MA. FILED 5-14-1996. 


LIFE IS LONG PLAN FOR 
IT. 


FOR INVESTMENT BROKERAGE AND INSURANCE 
BROKERAGE SERVICES; AND PROVIDING INVEST- 
MENT, FINANCIAL AND INSURANCE MANAGEMENT 
ADVICE (U.S. CLS. 100, 101 AND 102). 


SN 75-104,014. COMMONWEALTH EQUITY SERVICES, 
INC., WALTHAM, MA. FILED 5-14-1996. 


LET IT GROW. 


FOR INVESTMENT BROKERAGE AND INSURANCE 
BROKERAGE SERVICES; AND PROVIDING INVEST- 
MENT, FINANCIAL AND INSURANCE MANAGEMENT 
ADVICE (U.S. CLS. 100, 101 AND 102). 


SN 75-104,693. ERA FRANCHISE SYSTEMS, INC., SHAW- 
NEE MISSION, KS. FILED 5-15-1996. 


ELECTRONIC REALTY 
ADVANTAGE 


OWNER OF U.S. REG. NOS. 1,003,531, 1,945,957 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ELECTRONIC REALTY”, APART FROM THE 
MARK AS SHOWN. 

FOR REAL ESTATE INFORMATION PROVIDED VIA 
AN ON-LINE ELECTRONIC COMMUNICATIONS NET- 
WORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 


SN 75-104,694. ERA FRANCHISE SYSTEMS, INC., SHAW- 
NEE MISSION, KS. FILED 5-15-1996. 


ERA ONLINE 


OWNER OF U.S. REG. NOS. 1,003,531, 1,945,957 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ONLINE”, APART FROM THE MARK AS SHOWN. 

FOR REAL ESTATE INFORMATION PROVIDED VIA 
AN ON-LINE ELECTRONIC COMMUNICATIONS NET- 
WORK (U.S. CLS. 100, 101 AND 102). 

FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 
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SN 75-104,713. CRESTAR FINANCIAL CORPORATION, 
RICHMOND, VA. FILED 5-15-1996. 


ON-FINANCES 


FOR ON-LINE BANKING SERVICES (U.S. CLS. 100, 101 
AND 102). 
FIRST USE 11-1-1995; IN COMMERCE 11-1-1995. 


SN 75-105,216. CRESTAR MORTGAGE CORPORATION, 
RICHMOND, VA. FILED 5-16-1996. 


RAPID REFINANCE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REFINANCE”, APART FROM THE MARK AS 
SHOWN. 

FOR MORTGAGE LENDING SERVICES (U.S. CLS. 100, 
101 AND 102). 


SN 75-107,351. CALUMET NATIONAL BANK, HAM- 
MOND, IN. FILED 5-21-1996. 


BANK CALUMET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BANK”, APART FROM THE MARK AS SHOWN. 
FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-107,373. CALUMET NATIONAL BANK, HAM- 
MOND, IN. FILED 5-21-1996. 


BANK CALUMET 
NATIONAL ASSOCIATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BANK” AND “NATIONAL ASSOCIATION”, APART 
FROM THE MARK AS SHOWN. 

FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-107,733. CALUMET NATIONAL BANK, HAM- 
MOND, IN. FILED 5-21-1996. 


BANK CALUMET N.A. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BANK” AND “N.A.”, APART FROM THE MARK AS 
SHOWN. 

FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 
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SN 75-108,270. CRESTAR FINANCIAL CORPORATION, 
RICHMOND, VA. FILED 5-22-1996. 


SINGLELINK 


FOR BANKING SERVICES, NAMELY, STUDENT 
LENDING SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-108,347. NOAH INVESTMENT GROUP, INC., NEW- 
TOWN SQUARE, PA. FILED 5-23-1996. 


AS NOAH WITH THE 
ANIMALS 2 BY 2 SAVED 
FOR THE FUTURE, YOU 

CAN TOO. 


FOR MUTUAL FUND INVESTMENT SERVICES (U.S. 
CLS. 100, 101 AND 102). 


SN 75-108,792. NATIONAL PENN BANK, BOYERTOWN, 
PA. FILED 5-23-1996. 


NATIONAL PENN 
MORTGAGE COMPANY 


OWNER OF U.S. REG. NO. 1,840,894. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATIONAL” AND “MORTGAGE COMPANY”, 
APART FROM THE MARK AS SHOWN. 

FOR MORTGAGE LENDING SERVICES (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 3-0-1995; IN COMMERCE 3-0-1995. 


SN 75-111,792. FIRST UNION CORPORATION, CHAR- 
LOTTE, NC. FILED 5-30-1996. 


EXPORT EXPRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EXPORT”, APART FROM THE MARK AS SHOWN. 

FOR BANKING SERVICES, NAMELY, BANKING 
SERVICES FOR CUSTOMERS INVOLVED IN EXPORT- 
ING OF GOODS OR SERVICES (U.S. CLS. 100, 101 AND 
102). 


SN 75-113,958. ENNIS, ANGIE, IRMO, SC. FILED 6-3-1996. 


THE MOVE TO MAKE 
BEFORE YOU MAKE YOUR 
MOVE 


FOR REAL ESTATE AGENT SERVICES (U.S. CLS. 100, 
101 AND 102). 
FIRST USE 2-25-1996; IN COMMERCE 2-25-1996. 
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SN 75-114,834. CONOCO INC., PONCA CITY, OK. FILED 
6-6-1996. 


TAKE COMMAND OF YOUR 
FLEET 


FOR CREDIT CARD SERVICES (U.S. CLS. 100, 101 AND 
102). 


SN 75-115,684. FIRST BANK SYSTEM, INC., MINNEAPO- 
LIS, MN. FILED 6-7-1996. 


PUTTING STUDENTS FIRST 


FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 2-28-1991; IN COMMERCE 2-28-1991. 


SN 75-115,873. JOHN W. HENRY & CO., INC., WESTPORT, 
CT. FILED 6-7-1996. 


JWH ALPHA TRANSFER 


FOR COMMODITY TRADING SERVICES; PROVIDING 
COMMODITY TRADING ADVICE TO OTHERS; PROVID- 
ING INVESTMENT MANAGEMENT SERVICES FOR 
OTHERS; PROVIDING INVESTMENT ADVICE TO 
OTHERS (U.S. CLS. 100, 101 AND 102). 


SN 75-117,876. PAUL SEMONIN COMPANY, LOUSIVILLE, 
KY. FILED 6-12-1996. 


REDEFINING THE WORLD 
OF REAL ESTATE TO 
DELIGHT OUR CUSTOMERS 


FOR REAL ESTATE SERVICES, NAMELY, IN THE 
FORM OF BROKERAGE SERVICES AND AGENCY 
SERVICES (U.S. CLS. 100, 101 AND 102). 


SN 75-118,256. WAYNE HUMMER INVESTMENTS L.L.C., 
CHICAGO, IL. FILED 6-13-1996. 


WAYNE HUMMER 


“WAYNE HUMMER” IS THE NAME OF A DECEASED 
INDIVIDUAL. 

FOR INVESTMENT ADVISORY SERVICES AND 
STOCK BROKERAGE SERVICES FOR SECURITIES (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 2-11-1981; IN COMMERCE 2-11-1981. 
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CLASS 36—(Continued). 


SN 75-122,462. FARMERS GROUP, INC., LOS ANGELES, 
CA. FILED 6-20-1996. 


SECURACCOUNT 


OWNER OF U.S. REG. NO. 1,572,360. 

FOR INSURANCE SERVICES, NAMELY, MANAGING 
A RETAINED ASSET ACCOUNT FOR INSURANCE PAY- 
MENTS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-0-1988; INCOMMERCE 1-0-1988. 


SN 75-126,462. AUTONATION INCORPORATED, FT. LAU- 
DERDALE, FL. FILED 6-26-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “USA”, APART FROM THE MARK AS SHOWN. 

FOR FINANCIAL SERVICES, NAMELY, FINANCING 
THE PURCHASE OF NEW AND USED MOTOR VEHI- 
CLES AND UNDERWRITING INSURANCE AND WAR- 
RANTY CONTRACTS FOR NEW AND USED MOTOR VE- 
HICLES (U.S. CLS. 100, 101 AND 102). 


SN 75-131,275. PARTES CORPORATION, BELLEVUE, WA. 
FILED 7-8-1996. 


PARTES 


THE ENGLISH TRANSLATION OF THE LATIN WORD 
“PARTES” IN THE MARK IS “PARTS” OR “SHARES”. 

FOR FINANCIAL ANALYSIS AND INFORMATION 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-1-1996, IN COMMERCE 5-1-1996. 
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CLASS 37—CONSTRUCTION AND REPAIR 


SN 74-393,257. TELESOURCE, INC., PONTIAC, MI. FILED 
5-21-1993. 


© Resource 


The Last Word In Electronic Services 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ELECTRONIC” AND “ELECTRONIC SERVICE”, 
APART FROM THE MARK AS SHOWN. 

THE MARK IS LINED FOR THE COLOR BLUE. 

FOR MAINTENANCE AND REPAIR OF ELECTRONIC 
EQUIPMENT; REMANUFACTURE OF ELECTRONIC 
EQUIPMENT TO THE ORDER AND/OR SPECIFICATION 
OF OTHERS (U.S. CL. 103). 


SN 74-675,401. IN. FILED 


2-23-1994. 


SPEEDCO, INC., CAYUGA, 


SPEEDCO TRUCK LUBE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TRUCK LUBE”, APART FROM THE MARK AS 
SHOWN. 

FOR PROVIDING AUTOMOTIVE AND TRUCK MAIN- 
TENANCE SERVICES (U.S. CLS. 100, 103 AND 106). 


SN 74-729,834. PACIFIC TELESIS GROUP, SAN FRANCIS- 
CO, CA. ASSIGNEE OF ESS VENTURES, LLC, PASA- 
DENA, CA. FILED 9-15-1995. 


AT HAND 


FOR INSTALLATION OF COMPUTER SYSTEMS AND 
NETWORKS, AND MAINTENANCE OF COMPUTER 
HARDWARE (USS. CLS. 100, 103 AND 106). 
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SN 75-004,434. STERLING MAINTENANCE SERVICES, 
INCORPORATED, HERNDON, VA. FILED 10-12-1995. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MAINTENANCE SERVICES”, APART FROM THE 
MARK AS SHOWN. 

SEC. 2(F). 

FOR JANITORIAL SERVICES (ALL PHASES); INTERI- 
OR PAINTING FOR HOUSES AND COMMERCIAL 
BUILDINGS; CARPENTRY; FLOOR AND CARPET IN- 
STALLATION; EXHAUST CLEANING; AND MINOR 
ELECTRICAL REPAIR AND HVAC REPAIR SERVICES 
(U.S. CLS. 100, 103 AND 106). 

FIRST USE 5-0-1980; IN COMMERCE 5-0-1980. 


SN 75-018,811. METROPOLITAN INVESTMENT & DE- 
VELOPMENT CORPORATION, WEST COVINA, CA. 
FILED 11-13-1995. 


METROPOLITAN 
INVESTMENT & 
DEVELOPMENT 
CORPORATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INVESTMENT & DEVELOPMENT CORPORA- 
TION”, APART FROM THE MARK AS SHOWN. 

FOR REAL ESTATE DEVELOPMENT SERVICES AND 
CUSTOM CONSTRUCTION OF HOMES (U.S. CLS. 100, 103 
AND 106). 

FIRST USE 2-23-1995; IN COMMERCE 2-23-1995. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 37—(Continued). 


SN 75-040,370. COLOR TILE, INC., FORT WORTH, TX. 
FILED 12-26-1995. 


COLOR TILE & CARPET 
AMERICA’S FLOORING 
STORE 


OWNER OF U.S. REG. NOS. 725,848, 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CARPET” AND “AMERICA’S FLOORING STORE”, 
APART FROM THE MARK AS SHOWN. 

SEC. 2(F) AS TO “COLOR TILE”. 

FOR INSTALLATION SERVICES IN THE FIELD OF 
FLOOR AND WALL COVERING MATERIALS (U.S. CLS. 
100, 103 AND 106). 


1,911,937 AND 


SN 75-068,285. CARE-A-MINIUM SERVICES LTD., VICTO- 
RIA, BRITISH COLUMBIA, V8X 4C9, CANADA, FILED 
3-6-1996. 


FOR RESIDENTIAL CONSTRUCTION, NAMELY, CON- 
DOMINIUMS FOR SENIOR CITIZENS (U.S. CLS. 100, 103 
AND 106). 


SN 75-102,511. CLASSIC RECREATION SYSTEMS, INC., 
PRESCOTT, AZ. FILED 5-10-1996. 


CLASSIC RECREATION 
SYSTEMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECREATION SYSTEMS”, APART FROM THE 
MARK AS SHOWN. 

FOR CUSTOM CONSTRUCTION SERVICES, NAMELY, 
CONSTRUCTION OF STEEL PARK AND RECREATION 
STRUCTURES (U.S. CLS. 100, 103 AND 106). 

FIRST USE 1-1-1995; IN COMMERCE 1-1-1995. 
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SN 75-104,329. C.V. DYNAMICS, LTD., GREENVILLE, SC. 
FILED 5-15-1996. 


C.V. MASTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “C.V.”, APART FROM THE MARK AS SHOWN. 

FOR MAKING AUTOMOTIVE REPAIRS (U.S. CLS. 100, 
103 AND 106). 

FIRST USE 2-0-1995; IN COMMERCE 2-0-1995. 


SN 75-109,707. JOINERY COMPANY, THE, TARBORO, NC. 
FILED 5-24-1996. 


THE BEAUTY OF 
RECYCLING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECYCLING”, APART FROM THE MARK AS 
SHOWN. 

FOR CONSTRUCTION SERVICES, NAMELY, RECY- 
CLING THE MATERIALS OF OLD BUILDINGS FOR USE 
IN NEW BUILDINGS AND HOME FURNISHING PROD- 
UCTS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 1-15-1993; IN COMMERCE 1-15-1993. 


SN 75-113,674. FITNESS EQUIPMENT REPAIR, INC., CA- 
TONSVILLE, MD. FILED 5-29-1996. 


DOCTOR TREADMILL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TREADMILL”, APART FROM THE MARK AS 
SHOWN. 

FOR REPAIRING AND SERVICING OF EXERCISE 
EQUIPMENT (U.S. CLS. 100, 103 AND 106). 

FIRST USE 6-9-1995; IN COMMERCE 6-9-1995. 
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CLASS 37—(Continued). 


SN 75-117,140. DRIVEWAY DOCTOR, INC., LITTLE 


ROCK, AR. FILED 6-11-1996. 
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And...We Make House Calls! 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DRIVEWAY”, “INC.” AND “SPECIALISTS IN CON- 
CRETE MAINTENANCE & REPAIR”, APART FROM THE 
MARK AS SHOWN. 

FOR MAINTENANCE AND/OR REPAIR OF DRIVE- 
WAY, SIDEWALK AND STREET SURFACES (U.S. CLS. 
100, 103 AND 106). 

FIRST USE 11-1-1995; IN COMMERCE 11-1-1995. 


SN 75-130,500. WATERPARK, L.L.C., BETTENDORF, IA. 
FILED 7-5-1996. 


WATERPARK 


FOR AUTOMOBILE WASHING SERVICES (U.S. CLS. 
100, 103 AND 106). 


SN 75-135,950. YOUNG, J. ANTHONY, LOS ANGELES, CA. 
FILED 7-18-1996. 


CHARIOTS OF FIRE 


FOR CUSTOM UPGRADING SERVICES FOR AUTOMO- 
BILES AND SPORT UTILITY VEHICLES, NAMELY, OUT- 
FITTING SUCH VEHICLES WITH POWER AND ME- 
CHANICAL COMPONENTS, LUXURY INTERIOR AND 
EXTERIOR FEATURES, AND ELECTRONIC DEVICES 
(U.S. CLS. 100, 103 AND 106). 


CLASS 38—COMMUNICATION 


SN 74-679,255. US WATS, INC., BALA CYNWYD, PA. 
FILED 5-23-1995. 


BUSINESSTIGERS 


FOR INTERNATIONAL TELECOMMUNICATION 
SERVICES, NAMELY PROVIDING DISCOUNTED LONG 
DISTANCE TELEPHONE SERVICES (U.S. CLS. 100, 101 
AND 104). 
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CLASS 38—(Continued). 


SN 74-692,511. TELEGROUP, INC., FAIRFIELD, IA. FILED 
6-23-1995. 


TELEGROUP 


OWNER OF U.S. REG. NO. 1,922,458. 

FOR DOMESTIC AND INTERNATIONAL LONG DIS- 
TANCE TELEPHONE TELEOMMUNICATIONS SERV- 
ICES AND ELECTRONIC TRANSMISSION OF MES- 
SAGES AND DATA (US. CLS. 100, 101 AND 104). 

FIRST USE 9-30-1989; IN COMMERCE 9-30-1989. 


SN 74-732,830. MCI COMMUNICATIONS CORPORATION, 
WASHINGTON, DC. FILED 9-22-1995. 


BY MY SIDE 


FOR CELLULAR TELEPHONE COMMUNICATION 
SERVICES (U.S. CLS. 100, 101 AND 104). 


SN 74-736,895. BARNES & NOBLE BOOKSTORES, INC., 
NEW YORK, NY. FILED 9-25-1995. 


LOCI 


FOR PROVIDING INFORMATION TO COLLEGE STU- 
DENTS IN THE FIELDS OF EDUCATION AND ENTER- 
TAINMENT BY MEANS OF A GLOBAL COMPUTER IN- 
FORMATION NETWORK (U.S. CLS. 100, 101 AND 104). 

FIRST USE 5-31-1995; IN COMMERCE 5-31-1995. 


SN 75-045,705. SPEECHNET, INC., LOS ALTOS, CA. 
FILED 1-18-1996. 


NETPHONIC 


FOR PROVIDING TELECOMMUNICATIONS CONNEC- 
TIONS TO A GLOBAL COMPUTER NETWORK (U.S. CLS. 
100, 101 AND 104). 


| SN 75-068,953. MCI COMMUNICATIONS CORPORATION, 
WASHINGTON, DC. FILED 3-7-1996. 


CALLING WITHOUT 
BORDERS 


FOR TELECOMMUNICATION SERVICES, NAMELY 
ELECTRONIC TRANSMISSION OF VOICE DATA AND 
INFORMATION (U.S. CLS. 100, 101 AND 104). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 38—(Continued). 


SN 75-078,917. VOICECOM SYSTEMS, INC., ATLANTA, 
GA. FILED 3-26-1996. 


VOICECOM 


OWNER OF U.S. REG. NO. 1,962,349. 

FOR AUTOMATED TELEPHONE CALL PROCESSING 
SERVICES; LONG DISTANCE TELEPHONE, CONFER- 
ENCE CALLING, FAX, AND PAGING SERVICES; ELEC- 
TRONIC VOICE MESSAGING SERVICES, NAMELY THE 
RECORDING, STORAGE, AND SUBSEQUENT TRANS- 
MISSION OF VOICE MESSAGES BY TELEPHONE, THE 
COLLECTION BY TELEPHONE OF INFORMATION 
THROUGH ELECTRONIC AND VOICE INPUT, AND THE 
TRANSMISSION OF INFORMATION BY TELEPHONE 
THROUGH PRE-RECORDED MESSAGES AND SPEECH 
PROCESSING EQUIPMENT (U.S. CLS. 100, 101 AND 104). 

FIRST USE 1-29-1984; IN COMMERCE 1-29-1984. 


SN 75-086,630. U.S. LONG DISTANCE, INC., SAN ANTO- 
NIO, TX. FILED 4-10-1996. 


LD-TO-GO 


OWNER OF U.S. REG. NO. 1,916,770. 

FOR TELECOMMUNICATION SERVICES, NAMELY 
LONG DISTANCE TELEPHONE COMMUNICATION 
SERVICES USING PREPAID CALLING CARDS FOR 
SALE THROUGH VENDING MACHINES, STORES, 
KIOSKS, POINT OF PURCHASE DISPLAYS AND MAIL 
ORDER (U.S. CLS. 100, 101 AND 104). 


SN 75-090,006. TLX COMMUNICATIONS, INC., BATON 
ROUGE, LA. FILED 4-2-1996. 


EVERYCALL 


FOR LONG DISTANCE TELEPHONE COMMUNICA- 
TIONS SERVICES (U.S. CLS. 100, 101 AND 104). 
FIRST USE 3-1-1994; IN COMMERCE 3-1-1994. 


SN 75-097,546. SKYDATA, INC., W. MELBOURNE, FL. 
FILED 5-2-1996. 


WEBSAT 


FOR PROVISION OF COMMUNICATIONS CONNEC- 
TIONS TO A GLOBAL COMPUTER NETWORK VIA SAT- 
ELLITE (U.S. CLS. 100, 101 AND 104). 
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CLASS 38—(Continued). 


SN 75-098,208. CYNET, TX. FILED 


5-3-1996. 


INC., HOUSTON, 


HYPERLINE 


FOR TELECOMMUNICATION SERVICES, NAMELY, 
DATA AND FACSIMILE TRANSMISSION (U.S. CLS. 100, 
101 AND 104). 

FIRST USE 12-1-1995; IN COMMERCE 12-1-1995. 


SN 75-099,950. CBS INC., NEW YORK, NY. FILED 5-7-1996. 


FIRST WEATHER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WEATHER”, APART FROM THE MARK AS 
SHOWN. 

FOR ON-GOING RADIO BROADCASTING PROGRAMS 
IN THE NATURE OF BRIEF WEATHER NEWS REPORTS 
(U.S. CLS. 100, 101 AND 104). 

FIRST USE 3-23-1996; IN COMMERCE 3-23-1996. 


SN 75-107,648. WYNCOM, INC., LEXINGTON, KY. FILED 
5-21-1996. 


WORLDWIDE LESSONS IN 
LEADERSHIP SERIES 


OWNER OF U.S. REG. NO. 1,959,877. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WORLDWIDE” AND “SERIES”, APART FROM THE 
MARK AS SHOWN. 

FOR AUDIO AND VIDEO TELECONFERENCING (U.S. 
CLS. 100, 101 AND 104). 

FIRST USE 4-29-1996; IN COMMERCE 4-29-1996. 


SN 75-109,419. FAXSAV INCORPORATED, EDISON, NJ. 
FILED 5-24-1996. 


EZ-LIST 


FOR COMMUNICATIONS SERVICES, NAMELY, THE 
ELECTRONIC TRANSMISSION OF DATA; FACSIMILE 
TRANSMISSION SERVICES (U.S. CLS. 100, 101 AND 104). 

FIRST USE 10-15-1995; IN COMMERCE 10-15-1995. 


SN 75-123,163. DIRECTV, INC., EL SEGUNDO, CA. FILED 
6-21-1996. 


601 


FOR DIRECT BROADCAST SATELLITE TELEVISION 
SERVICES (U.S. CLS. 100, 101 AND 104). 
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SN 75-126,453. SPEEDVISION NETWORK, L.L.C., STAM- 
FORD, CT. FILED 6-27-1996. 


SPEEDVISION 


FOR CABLE TELEVISION BROADCASTING (U.S. CLS. 
100, 101 AND 104). 
FIRST USE 1-1-1996; IN COMMERCE 1-1-1996. 


SN 75-126,595. QUORUM CONFERENCING, LLC., ROS- 
WELL, GA. FILED 6-27-1996. 


FOR VIDEO AND AUDIO TELECONFERENCING 
SERVICES (U.S. CLS. 100, 101 AND 104). 
FIRST USE 4-17-1995; IN COMMERCE 4-17-1995. 


SN 75-126,959. POWERAGENT, INC., SAN MATEO, CA. 
FILED 6-28-1996. 


POWERSPACE 


FOR ELECTRONIC MAIL AND MESSAGING SERV- 
ICES (U.S. CLS. 100, 101 AND 104). 


SN 75-131,237. PULITZER BROADCASTING COMPANY, 
PHOENIX, AZ. FILED 7-5-1996. 


THE FIRST NAME IN NEWS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEWS”, APART FROM THE MARK AS SHOWN. 

FOR RADIO BROADCASTING SERVICES (U.S. CLS. 
100, 101 AND 104). 

FIRST USE 12-3-1994; IN COMMERCE 12-3-1994. 
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CLASS 39—TRANSPORTATION AND 
STORAGE 


SN 74-598,698. INTEGRATED NETWORK CORPORATION, 
BRIDGEWATER, NJ. FILED 11-14-1994. 


SOS 


FOR EXPRESS DELIVERY OF NETWORK ACCESS 
EQUIPMENT BY AIR (U.S. CLS. 100 AND 105). 


SN 74-719,701. NOLAN & NOLAN, ST. LOUIS PARK, MN. 
FILED 8-24-1995. 


E-Z MINI STORAGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MINI STORAGE”, APART FROM THE MARK AS 
SHOWN. 

FOR PROVIDING SELF STORAGE (U.S. CLS. 100 AND 
105). 

FIRST USE 0-0-1973; IN COMMERCE 0-0-1973. 


SN 75-042,423. HERSCH’S, INC., OAK PARK, MI. FILED 
1-11-1996. 


1-800-GET-SALT 


FOR DELIVERY OF DE-ICING CHEMICALS FEATUR- 
ING PHONE-IN ORDERS (U.S. CLS. 100 AND 105). 
FIRST USE 11-1-1995; IN COMMERCE 11-1-1995. 


SN 75-064,068. MARSHALL INDUSTRIES, EL MONTE, CA. 
FILED 2-21-1996. 


V TRADE 


FOR WAREHOUSING SERVICES, NAMELY WARE- 
HOUSING THE GOODS OF OTHERS (U.S. CLS. 100 AND 
105). 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 39—(Continued). 


SN 75-081,659. SILVER COACH TOURS, L.L.C., GLEN- 
DALE, AZ. FILED 4-1-1996. 


Shi 


ER COACH 
TOURS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COACH TOURS”, APART FROM THE MARK AS 
SHOWN. 

THE LINING IS A FEATURE OF THE MARK AND IS 
NOT INTENDED TO INDICATE COLOR. 

FOR ARRANGING TRAVEL TOURS AND TRANSPOR- 
TATION OF PASSENGERS BY BUS (U.S. CLS. 100 AND 
105). 

FIRST USE 11-7-1995; IN COMMERCE 3-11-1996. 


SN 75-085,464. RSVP TRAVEL PRODUCTIONS, INC., MIN- 
NEAPOLIS, MN. FILED 4-8-1996. 


IT’S ABOUT YOUR 
JOURNEY ON THIS 
PLANET! 


OWNER OF U.S. REG. NO. 1,160,334. 

FOR TRAVEL AGENCY AND TOUR SERVICES (U.S. 
CLS. 100 AND 105). 

FIRST USE 7-0-1995; IN COMMERCE 7-0-1995. 


SN 75-090,708. LIPHAM, PATRICIA D., PHENIX CITY, AL. 
FILED 4-19-1996. 


MAIL BAG 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MAIL”, APART FROM THE MARK AS SHOWN. 

FOR POSTAL SERVICES, NAMELY, PACKAGING AR- 
TICLES FOR TRANSPORTATION (U.S. CLS. 100 AND 
105). 

FIRST USE 4-1-1996; IN COMMERCE 4-1-1996. 


SN 75-092,127. TRAVEL DETAILS, INC., ATLANTA, GA. 
FILED 4-22-1996. 


PASSPORTS & VISAS, ETC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PASSPORTS & VISAS”, APART FROM THE MARK 
AS SHOWN. 

FOR ARRANGING FOR TRAVEL VISAS, PASSPORTS 
AND TRAVEL DOCUMENTS FOR PERSONS TRAVEL- 
ING ABROAD (U.S. CLS. 100 AND 105). 

FIRST USE 10-30-1992; IN COMMERCE 2-6-1995. 
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SN 75-099,058. UNITED STATES VAN LINES, INC., 


DAVIE, FL. FILED 3-6-1996. 


CENTURY 21 


FOR TRANSPORTATION SERVICES, NAMELY, 
TRANSPORTATION OF THE GOODS OF OTHER BY 
SHIP, TRUCK, AND RAIL (U.S. CLS. 100 AND 105). 

FIRST USE 2-2-1990; IN COMMERCE 2-2-1990. 


SN 75-103,024. JACKSON, GARY, LONDON, ENGLAND, 
FILED 5-13-1996. 


AMERICAN TREASURES IN 
ENGLAND 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN” AND “ENGLAND”, APART FROM 
THE MARK AS SHOWN. 

FOR ARRANGING AND CONDUCTING TRAVEL AND 
TOURS FOR OTHERS (U.S. CLS. 100 AND 105). 


SN 75-105,847. COOMBS, GAVIN ATWOOD, SPRING- 
FIELD, VA. FILED 5-17-1996. 


EUROAIR 


FOR TRAVEL AGENCY SERVICES, NAMELY, 
MAKING RESERVATIONS AND BOOKINGS FOR 
TRANSPORTATION (U.S. CLS. 100 AND 105). 


SN 75-111,470. PROMARK ENERGY, INC., PLANO, TX. 
FILED 5-29-1996. 


PROMARK 


FOR DISTRIBUTION OF NATURAL GAS (U.S. CLS. 100 
AND 105). 
FIRST USE 12-0-1994; IN COMMERCE 12-0-1994. 


SN 75-119,168. FEDERAL EXPRESS CORPORATION, 
MEMPHIS, TN. FILED 5-30-1996. 


CHINA CLIPPER 


FOR PICK-UP, TRANSPORTATION, STORAGE AND 
DELIVERY OF DOCUMENTS, PACKAGES AND 
FREIGHT BY LAND AND AIR (U.S.-CLS. 100 AND 105). 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 39—(Continued). 


SN 75-124,086. FEDERAL EXPRESS CORPORATION, 
MEMPHIS, TN. FILED 6-24-1996. 


TAKING CARE OF 
SHIPPING 


FOR PICK-UP, TRANSPORTATION, STORAGE AND 
DELIVERY OF DOCUMENTS, PACKAGES AND 
FREIGHT BY LAND AND AIR (U.S. CLS. 100 AND 105). 


CLASS 40—MATERIAL TREATMENT 


SN 75-018,842. BDM NEDERLAND B.V., 6902 PA ZEVEN- 
AAR, NETHERLANDS, FILED 11-8-1995. 


PRIORITY CLAIMED UNDER SEC. 44(D) ON BENELUX 
APPLICATION NO. 848582, FILED 5-19-1995, REG. NO. 
571422, DATED 5-19-1995, EXPIRES 5-19-2005. 

FOR TREATMENT OF SEMICONDUCTORS, PARTICU- 
LARLY THE WRAPPING (INTEGRATING) THEREOF IN 
SEMIMANUFACTURES OF EPOXY (U.S. CLS. 100, 103 
AND 106). 


SN 75-060,575. LOGO’D SOFTWEAR INC., CHESHIRE, CT. 
FILED 2-21-1996. 


LOGO’D SOFTWEAR 


FOR CUSTOM EMBROIDERY SERVICES OF ASSORT- 
ED APPAREL LOGOS (U.S. CLS. 100, 103 AND 106). 
FIRST USE 8-21-1995; IN COMMERCE 8-21-1995. 


SN 75-081,220. EAST EARTH HERB, INC., EUGENE, OR. 
FILED 3-29-1996. 


PHYTOSPECTRUM 


FOR EXTRACTING AND CONCENTRATING HERBS 
FOR OTHERS THROUGH A CHEMICAL PROCESS (U.S. 
CLS. 100, 103 AND 106). 

FIRST USE 3-13-1996; IN COMMERCE 3-13-1996. 





JANUARY 7, 1997 


CLASS 40—(Continued). 


SN 75-095,923. SIGN-MOBILE, INC., BLOOMINGDALE, IL. 
FILED 4-29-1996. 


SIGN-MOBILE 


FOR CUSTOM MANUFACTURE OF SIGNS (U.S. CLS. 
100, 103 AND 106). 
FIRST USE 3-28-1996; IN COMMERCE 3-28-1996. 


SN 75-123,144. YAZOO MILLS, INC., NEW OXFORD, PA. 
FILED 6-21-1996. 


CORES IN TIME 


OWNER OF U.S. REG. NO. 1,892,466. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CORES”, APART FROM THE MARK AS SHOWN. 

FOR CUSTOM MANUFACTURE OF PAPER OR CARD- 
BOARD ROLLS AND TUBES FOR USE AS CORES (U.S. 
CLS. 100, 103 AND 106). 

FIRST USE 4-9-1994; IN COMMERCE 4-9-1994. 


SN 75-138,418. TUFF TOE, INC., ANAHEIM, CA. FILED 
7-23-1996. 


TUFF TOE 


OWNER OF U.S. REG. NO. 1,336,196. 

FOR APPLYING A COATING OR COVERING TO ATH- 
LETIC SHOES FOR REPAIR OR PROTECTION (U.S. CLS. 
100, 103 AND 106). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


SN 74-507,899. CIRCUS CIRCUS ENTERPRISES, INC., LAS 
VEGAS, NV. FILED 3-31-1994. 


CITADEL CITIES OF GOLD 


FOR CASINO SERVICES (U.S. CL. 107). 


SN 74-591,813. GECKO BROTHERS MUSIC, ALEXAN- 
DRIA, VA. FILED 10-28-1994. 


THE GECKOS 


FOR ENTERTAINMENT IN THE NATURE OF A MUSI- 
CAL GROUP (U.S. CLS. 100, 101 AND 107). 
FIRST USE 6-11-1994; IN COMMERCE 6-11-1994. 
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SN 74-632,712. SMP SPORTSMARK PROMOTIONS INTER- 
NATIONAL INC., BRIDGETOWN, BARBADOS, FILED 
2-10-1995. 


THE ULTIMATE DRAFT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DRAFT”, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF FANTASY COMPETITIONS IN THE FIELD OF PRO- 
FESSIONAL SPORTS INCLUDING BASEBALL, HOCKEY, 
FOOTBALL AND BASKETBALL DRAFTS (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 4-0-1993; IN COMMERCE 4-0-1993. 


SN 74-680,314. COVENEY, SEAN, DBA W. T. SNURB PRO- 
DUCTIONS, TITUSVILLE, NJ. FILED 5-26-1995. 


W. T. SNURB 
PRODUCTIONS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PRODUCTIONS”, APART FROM THE MARK AS 
SHOWN. 

“Ww. T. SNURB” DOES NOT IDENTIFY A LIVING INDI- 
VIDUAL. 

FOR ENTERTAINMENT, NAMELY, PRODUCTION OF 
LIVE PRESENTATIONS ON STAGE (U.S. CLS. 100, 101 
AND 107). 


SN 74-691,974. MANMADE MULTIMEDIA, LONG BEACH, 
CA. FILED 6-22-1995. 


OLE L.A. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “L.A.”, APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE WORD “OLE” 
IS “A SHOUT OF APPROVAL”. 

FOR TELEVISION PRODUCTION AND PROGRAM- 
MING IN THE FIELD OF MUSICAL VARIETY (U.S. CLS. 
100, 101 AND 107). 
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SN 74-695,022. CANNONBALL ENTERPRISES, INC., WYO- 
MING, NY. FILED 6-29-1995. 


ce 


OK rémecuca 


SEC. 2(F). 

FOR ARRANGING AND CONDUCTING MOTOR 
SPORTS CONTESTS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 6-0-1992; IN COMMERCE 6-0-1992. 


SN 74-709,549. SINAI HEALTH SYSTEM, CHICAGO, IL. 
FILED 8-1-1995. 


SINAI PARENTING 
INSTITUTE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PARENTING INSTITUTE”, APART FROM THE 
MARK AS SHOWN. 

FOR PROVIDING COMMUNITY HEALTH TRAINING 
AND EDUCATIONAL PROGRAMS, NAMELY, CLASSES, 
SEMINARS AND WORKSHOPS, ON THE SUBJECT OF 
CHILD REARING, NAMELY, CHILD DEVELOPMENT, 
PARENT-CHILD COMMUNICATION, STRESS MANAGE- 
MENT, NUTRITION AND DISCIPLINE (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 


SN 74-721,872. RIVERS, JOHN M., JR., CHARLESTON, SC. 
FILED 8-28-1995. 


U.S. GOLF PUTTING 
ASSOCIATION USGPA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “U.S. GOLF PUTTING ASSOCIATION”, APART 
FROM THE MARK AS SHOWN. 

FOR ARRANGING AND CONDUCTING GOLF PUT- 
TING TOURNAMENTS AND EVENTS (U.S. CLS. 100, 101 
AND 107). 
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SN 74-722,728. SCIENTIFIC HOLDINGS, INC., WILMING- 
TON, DE. FILED 8-30-1995. 


NOTEBOOK LOGIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NOTEBOOK”, APART FROM THE MARK AS 
SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING INTERACTIVE COMPUTER BASED TRAINING 
PROGRAMS FOR USE IN TRAINING LABORATORY 
PERSONNEL AND SALES REPRESENTATIVES (U.S. 
CLS. 100, 101 AND 107). 


SN 74-729,827. KEUSSEOGLOU, ANNE, NEW YORK, NY. 
FILED 9-15-1995. 


GREETINGS FROM PLANET 
EARTH 


FOR ENTERTAINMENT IN THE NATURE OF ON- 
GOING TELEVISION PROGRAMS IN THE FIELD OF 
CURRENT EVENTS (U.S. CLS. 100, 101 AND 107). 


SN 74-735,307. BENITEZ, DEBRA LYNN, NEW YORK, NY. 
FILED 9-14-1995. 


Es 


NEW 
YORK 
LATIN 
MUSIC 
AWARDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEW YORK LATIN MUSIC AWARDS”, APART 
FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT IN THE NATURE OF A 
MUSIC AWARDS PROGRAM (U.S. CLS. 100, 101 AND 107). 

FIRST USE 7-1-1994; IN COMMERCE 7-1-1995. 
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SN 75-009,541. FREEDOM TRAIL FOUNDATION, THE, 
BOSTON, MA. FILED 10-24-1995. 


THE FREEDOM TRAIL 
PLAYERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PLAYERS”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES IN THE NATURE OF HISTORICAL PLAYS, STORY- 
TELLING, AND THEATRICAL PRODUCTIONS (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 9-1-1995; IN COMMERCE 9-6-1995. 


SN 75-012,346. ENTERTAINMENT SPECIALISTS LTD., 
INC., WINTER PARK, FL. FILED 10-27-1995. 


THE DANCING WHITE 
STALLIONS FROM VIENNA 


OWNER OF U.S. REG. NO. 1,787,109. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FROM VIENNA”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2F) AS TO “THE DANCING WHITE STAL- 
LIONS”. 

FOR ENTERTAINMENT SERVICES, NAMELY HORSE 
SHOWS (U.S. CLS. 100, 101 AND 107). 


SN 75-016,162. WHEREHOUSE ENTERTAINMENT, INC., 
TORRANCE, CA. FILED 11-3-1995. 


a 
— 


OWNER OF U.S. REG. NOS. 1,561,480, 1,752,924 AND 
OTHERS. 

FOR PRERECORDED VIDEOTAPE RENTAL SERV- 
ICES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-1-1995; IN COMMERCE 10-1-1995. 


U.S. PATENT AND TRADEMARK OFFICE 
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SN 75-017,245. FIELD MICE, INC., OAK LAWN, IL. FILED 
11-9-1995. 


FIELD MICE 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF ON-GOING ANIMATED AND NON-ANIMATED TEL- 
EVISION PROGRAMS IN THE FIELD OF COMEDY (U.S. 
CLS. 100, 101 AND 107). 


SN _ 75-034,836. COVEY LEADERSHIP CENTER, INC., 
PROVO, UT. FILED 12-20-1995. 


CIRCLE OF CONCERN 


FOR EDUCATIONAL SERVICES, NAMELY CONDUCT- 
ING SEMINARS, WORKSHOPS, LECTURES AND CLASS- 
ES IN THE FIELD OF LEADERSHIP, MANAGEMENT 
AND PERSONAL DEVELOPMENT (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 9-20-1995; IN COMMERCE 9-20-1995. 


SN 75-046,725. NATIONAL FOOTBALL LEAGUE, NEW 
YORK, NY. FILED 1-22-1996. 


the 


i1RON 


roRID 


OWNER OF U.S. REG. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GRIDIRON”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE FORM OF 
AN ATHLETIC COMPETITION AND A CONTINUING 
ANNUAL SPORTS TELEVISION PROGRAM (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 2-0-1995; IN COMMERCE 2-0-1995. 


NOS. 885,530, 1,825,530 AND 


SN 75-047,223. VIACOM INTERNATIONAL INC., NEW 
YORK, NY. FILED 1-23-1996. 


TV LAND 


OWNER OF U.S. REG. NO. 1,776,083. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TV”, APART FROM THE MARK AS SHOWN. 

FOR SERVICES IN THE NATURE OF AMUSEMENT 
AND THEME PARKS; AMUSEMENT AND THEME PARK 
ATTRACTIONS (U.S. CLS. 100, 101 AND 107). 
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SN 75-047,230. OLIN CENTER FOR INTERNATIONAL 
STUDY, INC., THE, BOSTON, MA. FILED 1-23-1996. 


THE OLIN CENTER FOR 
INTERNATIONAL STUDY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CENTER FOR INTERNATIONAL STUDY”, APART 
FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, CLASSES 
IN TEST PREPARATION FOR STANDARDIZED TESTS 
AND ADVANCED COURSES IN ENGLISH AS A 
SECOND LANGUAGE FOR INTERNATIONAL STU- 
DENTS (U.S. CLS. 100, 101 AND 107). 


SN 75-050,506. CRAWFORD, WILLIAM W., JR., AUSTIN, 
TX. FILED 1-30-1996. 


THE DAD SHOW 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHOW”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATION AND ENTERTAINMENT SERVICES, 
NAMELY, A CONTINUING EDUCATIONAL SHOW DIS- 
TRIBUTED OVER TELEVISION, SATELLITE, AUDIO 
AND VISUAL MEDIA (U.S. CLS. 100, 101 AND 107). 


SN 75-050,870. PALAZZO, PAOLA, SHERMAN OAKS, CA. 
FILED 1-25-1996. 


THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. THE STIPPLING SHOWN IN THE DRAW- 
ING IS A FEATURE OF THE MARK AND IS NOT IN- 
TENDED TO INDICATE COLOR. 

THE MARK CONSISTS, IN PART, OF A STYLIZED 
HOCKEY PUCK. 

FOR CONDUCTING HOCKEY GAMES INVOLVING 
CELEBRITIES AND/OR PROFESSIONAL PLAYERS (U.S. 
CLS. 100, 101 AND 107). 
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SN 75-051,699. HARMONY GOLD PICTURES AND BILL 
MCCUTCHEN PRODUCTIONS, INC. JOINT VENTURE, 
THE, LOS ANGELES, CA. FILED 12-27-1995. 


THE STAINLESS STEEL 
RAT 


FOR ENTERTAINMENT SERVICES, NAMELY, 
MOTION PICTURE FILM AND TELEVISION PRODUC- 
TION AND DISTRIBUTION SERVICES; ENTERTAIN- 
MENT, NAMELY, LIVE THEATRICAL PERFORMANCES 
FEATURING MUSICAL, DANCE, DRAMATIC AND CO- 
MEDIC PERFORMANCES, ENTERTAINMENT IN THE 
NATURE OF A CONTINUING DRAMA, COMEDY, AND 
NEWS TELEVISION PROGRAM SERIES; ENTERTAIN- 
MENT SERVICES IN THE NATURE OF A SERIES OF 
NEWS, MUSICAL AND TALK SHOW RADIO PRO- 
GRAMS; MUSIC PUBLICATION SERVICES; MAGAZINE 
PUBLICATION SERVICES; PROVIDING RECREATION- 
AL FACILITIES TO OTHERS AND AUDIO RECORDING 
AND PRODUCTION OF SOUND _ RECORDINGS, 
NAMELY, RECORD ALBUMS, COMPACT DISCS AND 
CASSETTES AND THE DISTRIBUTION THEREOF (U.S. 
CLS. 100, 101 AND 107). 


SN 75-056,886. RAY GUN PUBLISHING INC., SANTA 
MONICA, CA. FILED 1-12-1996. 


X-RAY RECORDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECORDS”, APART FROM THE MARK AS 
SHOWN. 

FOR RECORD PRODUCTION SERVICES (U.S. CLS. 100, 
101 AND 107). 


SN 75-057,568. BROCKLEY, ANNESSE C., SPEARFISH, SD. 
FILED 2-13-1996. 


95 CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLUB”, APART FROM THE MARK AS SHOWN. 
FOR CASINOS (U.S. CLS. 100, 101 AND 107). 


SN 75-057,569. BROCKLEY, ANNESSE C., SPEARFISH, SD. 
FILED 2-13-1996. 


96 CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLUB”, APART FROM THE MARK AS SHOWN. 
FOR CASINOS (U.S. CLS. 100, 101 AND 107). 
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SN 75-058,138. FARMLAND INDUSTRIES, INC., KANSAS 
CITY, MO. FILED 2-15-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNATIONAL FOOD CONFERENCE”, APART 
FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS GREEN 
AND YELLOw. 

FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING SEMINARS ON THE SUBJECT OF FOOD (U.S. 
CLS. 100, 101 AND 107). 


SN 75-061,061. MISSION RIDGE MOUNTAIN CORP., WEN- 
ATCHEE, WA. FILED 2-22-1996. 


COME SKI OUR SUN 


FOR SKI RESORT SERVICES (U.S. CLS. 100, 101 AND 
107). 


SN 75-061,210. FUND FOR AMERICAN STUDIES, THE, 
WASHINGTON, DC. FILED 2-22-1996. 


AIPES 


FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING COURSES OF INSTRUCTION AT THE UNIVERSITY 
LEVEL (U.S. CLS. 100, 101 AND 107). 


SN 75-061,388. VIACOM INTERNATIONAL INC., NEW 
YORK, NY. FILED 2-20-1996. 


CLUB MTV 


OWNER OF U.S. REG. NOS. 1,372,615, 1,818,179 AND 
OTHERS. 

FOR TELEVISION ENTERTAINMENT SERVICES IN 
THE NATURE OF A MUSIC AND VARIETY PROGRAM 
(U.S. CLS. 100, 101 AND 107). 
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SN 75-064,448. BASS PRO TRADEMARKS, L.P., SPRING- 
FIELD, MO. FILED 2-27-1996. 


BASS PRO SHOPS 
OUTDOOR WORLD 


OWNER OF U.S. REG. NOS. 1,950,067, 1,952,297 AND 
OTHERS. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF RADIO HUNTING, FISHING, AND CAMPING PRO- 
GRAMS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 11-0-1995; IN COMMERCE 11-0-1995. 


SN 75-065,449. ETHNIC EPICURE INC., THE, ALAMEDA, 
CA. FILED 2-23-1996. 


THE ETHNIC EPICURE 


FOR PROVIDING CLASSES FEATURING FOODS AND 
BEVERAGES, THEIR COMPOSITION, SELECTION, PRO- 
CUREMENT, PREPARATION AND PRESENTATION, 
AND RELATED CULTURAL, HISTORICAL, GEO- 
GRAPHICAL, PSYCHOLOGICAL, PHILOSPHICAL, AND 
NUTRITIONAL CONTEXTS; ONGOING TELEVISION 
PROGRAM FEATURING FOODS AND BEVERAGES, 
THEIR COMPOSITION, SELECTION, PROCUREMENT, 
PREPARATION AND PRESENTATION, AND RELATED 
CULTURAL, HISTORICAL, GEOGRAPHICAL, PSYCHO- 
LOGICAL, PHILOSOPHICAL, AND NUTRITIONAL CON- 
TEXTS; AND ENTERTAINMENT SERVICES, NAMELY, 
PERSONAL APPEARANCES BY A CELEBRITY (U.S. CLS. 
100, 101 AND 107). 


SN 75-065,611. CAPSTONE PRODUCTIONS INC., N. POTO- 
MAC, MD. FILED 2-29-1996. 


MASONIC TELEVISION 
FORUM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MASONIC TELEVISION”, APART FROM THE 
MARK AS SHOWN. 

FOR ENTERTAINMENT IN THE NATURE OF AN ON- 
GOING TELEVISION PROGRAM IN THE FIELD OF 
NEWS (U.S. CLS. 100, 101 AND 107). 


SN 75-065,759. NATIONAL CAPTIONING INSTITUTE, 
INC., VIENNA, VA. FILED 2-29-1996. 


WORDS WORTH 
WATCHING 


FOR CAPTIONING OF AUDIOVISUAL WORKS, 
NAMELY, TELEVISION PROGRAMS, FILMS AND 
VIDEOS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995. 
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SN 75-066,769. PETRUZZELLI, JOSEPH J., DBA STREET 
BEAR PRODUCTIONS/RECORDS, MEDFORD, MA. 
FILED 3-4-1996. 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR RECORD MASTER PRODUCTION SERVICES (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 10-30-1992; IN COMMERCE 10-30-1992. 


SN 75-067,287. CENTER FOR RELATIONSHIP & SOMATIC 
PSYCHOTHERAPY, ORINDA, CA. FILED 3-4-1996. 


THE EMBODIED COUPLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUPLE”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING WORKSHOPS IN THE FIELD OF RELATION- 
SHIPS FOR COUPLES AND TRAINING CLASSES FOR 
PSYCHOTHERAPISTS IN THIS SAME AREA (USS. CLS. 
100, 101 AND 107). 

FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 


SN 75-067,862. H H G CORP., SCARSDALE, NY. FILED 
3-5-1996. 


THE APOCALYPSE 


FOR ENTERTAINMENT SERVICES, NAMELY, AR- 
RANGING AND CONDUCTING PROFESSIONAL WRES- 
TLING EXHIBITIONS AND PERSONAL APPEARANCES 
PRESENTED LIVE AND OVER TELEVISION (U.S. CLS. 
100, 101 AND 107). 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 41—(Continued). 


SN 75-068,175. OLD KENT BANK, GRAND RAPIDS, MI. 
FILED 3-6-1996. 


OLD KENT RIVER BANK 
RUN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RUN”, APART FROM THE MARK AS SHOWN. 

FOR ENTERTAINMENT SERVICES, NAMELY STAG- 
ING RUNNING RACES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-0-1978; IN COMMERCE 1-0-1978. 


SN 75-069,923. BUSCH ENTERTAINMENT CORPORA- 
TION, ST. LOUIS, MO. FILED 3-11-1996. 


KING ARTHUR’S 
CHALLENGE 


FOR PROVIDING ENTERTAINMENT IN AN AMUSE- 
MENT PARK BY WAY OF AN AMUSEMENT RIDE (U.S. 
CLS. 100, 101 AND 107). 

FIRST USE 6-22-1996; IN COMMERCE 6-22-1996. 


SN 75-071,154. LEBHAR-FRIEDMAN INC., NEW YORK, 
NY. FILED 3-7-1996. 


EAR AWARDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AWARDS”, APART FROM THE MARK AS SHOWN. 

FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES, NAMELY, PROVIDING INCENTIVES TO INDIVID- 
UALS AND COMPANIES TO DEMONSTRATE EXCEL- 
LENCE IN RADIO ADVERTISING IN THE RESTAU- 
RANT AND FOODSERVICE INDUSTRY (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 5-0-1988; IN COMMERCE 5-0-1988. 


SN 75-071,475. BUSCH CREATIVE SERVICES CORPORA- 
TION, ST. LOUIS, MO. FILED 3-12-1996. 


OPTIMUS 


FOR VIDEOTAPE PRODUCTION SERVICES AND AN- 
AMATICS SERVICES (U.S. CLS. 100, 101 AND 107). 
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SN 75-073,409. LIGHTVISION FILMS, INC., ATLANTA, 
GA. FILED 3-15-1996. 


LIGHTVISION FILMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FILMS”, APART FROM THE MARK AS SHOWN. 

FOR PRODUCTION AND DISTRIBUTION OF PRO- 
GRAMMING FOR BROADCAST TELEVISION, CABLE 
TELEVISION AND HOME VIDEO (U.S. CLS. 100, 101 AND 
107). 

FIRST USE 4-15-1995; IN COMMERCE 4-15-1995. 


SN_ 75-073,521. BUILDER MARTS OF AMERICA, INC., 
GREENVILLE, SC. FILED 3-15-1996. 


LEGENDARY CUSTOMER 
CARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CUSTOMER CARE”, APART FROM THE MARK AS 
SHOWN. 

FOR CONDUCTING CLASSES AND SEMINARS IN 
THE FIELD OF CUSTOMER SERVICES (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 10-17-1995; IN COMMERCE 10-17-1995. 


SN 75-075,419. HUNTINGTON BLIZZARD ACQUISTION 
CORPORATION, HUNTINGTON, WV. FILED 3-20-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HUNTINGTON”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT SERVICES, NAMELY, PRO- 
VIDING HOCKEY EXHIBITIONS (U.S. CLS. 100, 101 AND 
107). 

FIRST USE 10-20-1993; IN COMMERCE 10-20-1993. 


U.S. PATENT AND TRADEMARK OFFICE 
CLASS 41—(Continued). 


SN 75-075,709. MAJOR LEAGUE BASEBALL PLAYERS 


ALUMNI ASSOCIATION, ST. PETERSBURG, FL. 


FILED 3-20-1996. 


SWING WITH THE 
LEGENDS 


FOR ORGANIZING AND CONDUCTING GOLF TOUR- 
NAMENTS FEATURING EX MAJOR LEAGUE BASE- 
BALL PLAYERS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-0-1992; IN COMMERCE 1-0-1992. 


SN 75-079,926. DAVIS DAIRY, INCORPORATED, STER- 
LING, MA. FILED 3-28-1996. 


han. FAMILY. ot 
SRM ADVENTUS 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

FOR ENTERTAINMENT AND EDUCATIONAL SERV- 
ICES IN THE NATURE OF ANIMAL EXHIBITS AND 
FARM EXHIBITS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 


SN 75-081,777. SHARPER FITNESS, INC., CHICAGO, IL. 
FILED 4-1-1996. 


SHARPER FITNESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FITNESS”, APART FROM THE MARK AS SHOWN. 

FOR OPERATION OF A HEALTH CLUB, PHYSICAL 
FITNESS CENTER, PHYSICAL TRAINING CENTER, 
PHYSICAL EXERCISE CENTER AND GYMNASIUM 
SERVICES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 2-26-1996; IN COMMERCE 2-26-1996. 
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SN 75-082,492. FUND FOR AMERICAN STUDIES, THE, 
WASHINGTON, DC. FILED 4-2-1996. 


LIVE, LEARN, AND INTERN 


FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING COURSES OF INSTRUCTION AT THE UNIVERSITY 
LEVEL (U.S. CLS. 100, 101 AND 107). 

FIRST USE 0-0-1976; IN COMMERCE 0-0-1976. 


SN 75-088,094. SHOWBOAT, INC., LAS VEGAS, NV. 
FILED 4-15-1996. 


BIG EASY SLOT CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SLOT CLUB”, APART FROM THE MARK AS 
SHOWN. 

FOR CASINO SERVICES AND PROVIDING FACILI- 
TIES FOR GAMING (U.S. CLS. 100, 101 AND 107). 


SN 75-091,262. WILLIAM HOOD DUNWOODY INDUSTRI- 
AL INSTITUTE, THE, DBA DUNWOODY INSTITUTE, 
MINNEAPOLIS, MN. FILED 4-19-1996. 


YCAP 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES, SEMINARS, AND WORKSHOPS IN 
THE FIELD OF CAREERS FOR YOUTH (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 9-0-1987; IN COMMERCE 10-0-1987. 


SN 75-093,823. GRUPO HERMES EDITORA GENERAL, 
S.A., 08008-BARCELONA, SPAIN, FILED 4-25-1996. 


GROUP HERMES EDITORA 
GENERAL, S.A. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GROUP” AND “EDITORA GENERAL, S.A.”, 
APART FROM THE MARK AS SHOWN. 

THE ENGLISH TRANSLATION OF THE FOREIGN 
WORDING IN THE MARK IS “GENERAL PUBLISHING 
GROUP”. 

FOR PUBLICATION OF CATALAN AND SPANISH 
BOOKS (U.S. CLS. 100, 101 AND 107). 


SN 75-094,172. CLUB SPORTS INTERNATIONAL, INC., 
DENVER, CO. FILED 4-25-1996. 


CARDIO EXPRESS 


FOR PHYSICAL FITNESS INSTRUCTION AND 
HEALTH CLUB SERVICES (U.S. CLS. 100, 101 AND 107). 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 41—(Continued). 


SN 75-095,454. SEA WORLD, INC., ST. LOUIS, MO. FILED 


gu 


BACHOTAGE 


4-29-1996. 


OWNER OF U.S. REG. NOS. 1,261,685, 1,798,255 AND 
OTHERS. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF AN AMUSEMENT PARK ATTRACTION, NAMELY, 
EXHIBITIONS IN THE NATURE OF ZOOLOGICAL PRES- 
ENTATIONS AND INSTRUCTIONS (U.S. CLS. 100, 101 
AND 107). 

FIRST USE 5-25-1996; IN COMMERCE 5-25-1996. 


SN 75-097,554. SAMUEL, MARK, DBA IMPAQ ORGANI- 
ZATIONAL IMPROVEMENT SYSTEMS, ORANGE, CA. 
FILED 5-2-1996. 


THE ACCOUNTABILITY 
PEOPLE 


OWNER OF U.S. REG. NO. 1,859,930. 

FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING MANAGEMENT TRAINING CLASSES, SEMI- 
NARS, CONFERENCES, AND WORKSHOPS TO DEVEL- 
OP SKILLS IN COMMUNICATING, TEAM BUILDING 
AND THINKING, AND TO DEVELOP SELF-MOTIVA- 
TION AND SELF-ESTEEM (U.S. CLS. 100, 101 AND 107). 


SN 75-099,194. SWEAT EXPRESS, LTD., MYRTLE BEACH, 
SC. FILED 3-6-1996. 


SWEAT EXPRESS 


OWNER OF U.S. REG. NO. 1,987,238. 

FOR EXERCISE STUDIO THAT TEACHES AEROBIC 
DANCING (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-15-1995; IN COMMERCE 1-15-1995. 
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SN 75-100,194. HOLLYWOOD CASINO CORPORATION, 
DALLAS, TX. FILED 5-7-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “SLOTS”, APART FROM THE MARK AS SHOWN. 
FOR CASINO SERVICES (U.S. CLS. 100, 101 AND 107). 
FIRST USE 1-29-1996; IN COMMERCE 1-29-1996. 


SN 75-100,228. HOLLYWOOD CASINO CORPORATION, 
DALLAS, TX. FILED 5-7-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SLOTS”, APART FROM THE MARK AS SHOWN. 
FOR CASINO SERVICES (U.S. CLS. 100, 101 AND 107). 


SN 75-101,360. DIRECT AMERICAN MARKETERS, INC., 
IRVINE, CA. FILED 5-9-1996. 


CYBER-PHONICS 
INTERNATIONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNATIONAL”, APART FROM THE MARK AS 
SHOWN. 

FOR PSYCHIC ENTERTAINMENT SERVICES IN THE 
NATURE OF PSYCHIC READINGS RENDERED BY 
TELEPHONE, AND BY COMPUTER BY MEANS OF A 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 
107). 
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SN 75-102,358. COUNTRY MUSIC ASSOCIATION OF 
WEST VIRGINIA, FAIRMONT, WV. FILED 5-10-1996. 


OWNER OF U.S. REG. NO. 1,740,254. 

FOR ENTERTAINMENT SERVICES IN NATURE OF 
COUNTRY MUSIC FESTIVALS AND CONCERTS (US. 
CLS. 100, 101 AND 107). 

FIRST USE 8-1-1987; IN COMMERCE 8-1-1987. 


SN 75-102,439. CLAYBORN, JASON, SCOTTSDALE, AZ. 
FILED 5-10-1996. 


JASON CLAYBORN’S 
MAXIMUM PERFORMANCE 
GOLF 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOLF”, APART FROM THE MARK AS SHOWN. 

THE NAME IN THE MARK IDENTIFIES A PARTICU- 
LAR LIVING INDIVIDUAL WHOSE CONSENT IS OF 
RECORD. 

FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING INSTRUCTION IN DEVELOPING AND IMPROVING 
SKILLS IN GOLF (U.S. CLS. 100, 101 AND 107). 


SN 75-105,869. ENGELLAND, JOHN, BROOKLYN, NY. 
FILED 5-17-1996. 


JOHN ENGLAND & THE 
HANDSOME DOGS 


THE NAME SHOWN IN THE MARK DOES NOT IDEN- 
TIFY A PARTICULAR LIVING INDIVIDUAL. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A VOCAL AND INSTRUMENTAL GROUP (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 1-4-1996; IN COMMERCE 1-4-1996. 





TM 200 


CLASS 41—(Continued). 


SN 75-108,135. COLUMBIA TRISTAR HOME VIDEO, INC., 
CULVER CITY, CA. FILED 5-22-1996. 


THE MAIDEN AND THE 
MARE 


FOR COMPUTER SERVICES, NAMELY, PROVIDING 
INFORMATION VIA AN INTERACTIVE COMPUTER- 
IZED DATABASE FOR THE TRANSFER AND DISSEMI- 
NATION OF INFORMATION REGARDING MOTION PIC- 
TURE FILMS, TELEVISION PROGRAMMING, AND 
AUDIO AND VIDEO PERFORMANCES ON ALL PRE-RE- 
CORDED MEDIA (U.S. CLS. 100, 101 AND 107). 


SN 75-109,278. SPORTSLINE USA, INC., FORT LAUDER- 
DALE, FL. FILED 5-24-1996. 


FULL COURT PRESS 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF ON-LINE INTERACTIVE SPORTS RELATED GAMES 
AND CONTESTS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


SN 75-109,834. MARYLAND BASEBALL LIMITED PART- 
NERSHIP, BOWIE, MD. FILED 5-24-1996. 


DELMARVA SHOREBIRDS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DELMARVA”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF BASEBALL EXHIBITIONS (U.S. CLS. 100, 101 AND 
107). 
FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


SN 75-111,333. SABAN ENTERTAINMENT, INC., LOS AN- 
GELES, CA. FILED 5-29-1996. 


BUREAU OF ALIEN 
DEFENDERS 


FOR ENTERTAINMENT SERVICES, NAMELY, A LIVE- 
ACTION AND ANIMATED TELEVISION SERIES AND 
LIVE THEATRICAL PERFORMANCES FEATURING 
COSTUMED CHARACTERS FOR CHILDREN (US. CLS. 
100, 101 AND 107). 
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SN 75-113,231. JERRY WEISSMAN POWER PRESENTA- 
TIONS, LTD., DBA POWER PRESENTATIONS, LTD., 
SANTA CLARA, CA. FILED 6-3-1996. 


SPEAK ONLY TO EYES 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING CLASSES, SEMINARS, CONFERENCES, 
WORKSHOPS AND MOTIVATIONAL SPEECHES TO DE- 
VELOP PRESENTATION AND COMMUNICATION 
SKILLS, INCLUDING USE OF VISUAL AIDS, AND THE 
DISTRIBUTION OF SOURCE MATERIALS IN CONNEC- 
TION THEREWITH (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-30-1992; IN COMMERCE 2-10-1992. 


SN 75-115,978. WILLOW CREEK ASSOCIATION, SOUTH 
BARRINGTON, IL. FILED 6-5-1996. 


PROMISELAND 


FOR ARRANGING AND CONDUCTING EDUCATION- 
AL CONFERENCES ON THE TOPIC OF CHURCH MINIS- 
TRY (U.S. CLS. 100, 101 AND 107). 

FIRST USE 10-0-1975; IN COMMERCE 1-0-1989. 


SN 75-122,948. SHOWBOAT, 
FILED 6-20-1996. 


INC., LAS VEGAS, NV. 


BIG EASY CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLUB”, APART FROM THE MARK AS SHOWN. 

FOR CASINO SERVICES AND PROVIDING FACILI- 
TIES FOR GAMING (U.S. CLS. 100, 101 AND 107). 

FIRST USE 5-13-1996; IN COMMERCE 5-13-1996. 


SN 75-123,160. DIRECT AMERICAN MARKETERS, INC., 
IRVINE, CA. FILED 6-21-1996. 


CYBERVISION 


FOR PSYCHIC ENTERTAINMENT SERVICES IN THE 
NATURE OF PSYCHIC READINGS RENDERED BY 
TELEPHONE, AND BY COMPUTER BY MEANS OF A 
GLOBAL COMPUTER NETWORK (U.S. CLS. 100, 101 AND 


107). 
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SN 75-127,986. NBA PROPERTIES, INC., NEW YORK, NY. 
FILED 7-1-1996. 


GNBA 


FOR EDUCATIONAL SERVICES, NAMELY, AN IN- 
CENTIVE PROGRAM TO ENCOURAGE STUDENTS TO 
CONTINUE THEIR EDUCATIONS AND MAINTAIN 
GOOD ATTENDANCE (U.S. CLS. 100, 101 AND 107). 


SN 75-129,383. DARRYL DEFINA REALTY INC., DBA 
DARRYL DAVIS SEMINARS, EAST ROCKAWAY, NY. 
FILED 7-3-1996. 


THE NEXT LEVEL 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING SEMINARS IN THE FIELD OF MARKETING 
AND SALES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 5-0-1996; IN COMMERCE 5-0-1996. 


SN 75-131,553. DUNCAN ENTERPRISES, FRESNO, CA. 
FILED 7-9-1996. 


CERAMICS EXPRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CERAMICS”, APART FROM THE MARK AS 
SHOWN. 

FOR CERAMICS AND CRAFT STUDIO, PROVIDING 
EDUCATION AND DO-IT-YOURSELF PROJECTS (U.S. 
CLS. 100, 101 AND 107). 


SN 75-134,305. DANCE ARTS INSTITUTE OF AMERICA, 
INC., AUSTIN, TX. FILED 7-15-1996. 


DAIA 


FOR DANCE LEVEL TESTING AND PROFICIENCY 
RATING SERVICES (U.S. CLS. 100, 101 AND 107). 
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SN 74-333,526. UNFINISHED FURNITURE EXPRESS, INC., 
DURHAM, NC. FILED 11-23-1992. 


UNFINISHED FURNITURE 
EXPRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “UNFINISHED FURNITURE”, APART FROM THE 
MARK AS SHOWN. 

FOR RETAIL FURNITURE STORES FEATURING UN- 
FINISHED FURNITURE (U.S. CLS. 100 AND 101). 

FIRST USE 2-28-1992; IN COMMERCE 2-28-1992. 


SN 74-379,469. OGDEN SERVICES CORPORATION, NEW 
YORK, NY. FILED 4-16-1993. 


CHILLI PEPPERS 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 74-507,897. CIRCUS CIRCUS ENTERPRISES, INC., LAS 
VEGAS, NV. FILED 3-31-1994. 


CITADEL CITIES OF GOLD 


FOR HOTEL, RESTAURANT AND BAR SERVICES 
(U.S. CL. 100). 


SN 74-538,212. FAIRMONT HOTEL MANAGEMENT L.P., 
SAN FRANCISCO, CA. FILED 6-15-1994. 


AMERICA'S GRAND HOTELS, SINCE 1907 


OWNER OF U.S. REG. NOS. 982,668, 982,669 AND 983,000. 

SEC. 2(F) AS TO “AMERICA’S GRAND HOTELS, SINCE 
1907”. 

FOR HOTEL AND ASSOCIATED RESTAURANT SERV- 
ICES (U.S. CLS. 100 AND 101). 

FIRST USE 3-0-1991; IN COMMERCE 3-0-1991. 
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SN 74-574,607. RICHMOND NEWSPAPERS, INC., RICH- 
MOND, VA. FILED 9-16-1994. 


ACCESS VIRGINIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VIRGINIA”, APART FROM THE MARK AS 
SHOWN. 

FOR PROVIDING AN INTERACTIVE ELECTRONIC 
NEWSPAPER, ACCESSIBLE ON-LINE OR BY MEANS OF 
ON-LINE COMPUTER ACCESS SERVICES (U.S. CLS. 100 
AND 101). 


SN 74-591,193. BSG ALLIANCE/IT, INC., HOUSTON, TX. 
CHANGE OF NAME FROM BSG CONSULTING, INC., 
HOUSTON, TX. FILED 10-27-1994. 


BSG ALLIANCE/IT 


OWNER OF U.S. REG. NO. 1,778,190. 

FOR DESIGN OF COMPUTER SOFTWARE FOR 
OTHERS, COMPUTER PROGRAMMING, INTEGRATION 
OF COMPUTER SYSTEMS, AND COMPUTER SUPPORT 
SERVICES IN THE NATURE OF CONSULTING SERV- 
ICES (U.S. CLS. 100 AND 101). 

FIRST USE 11-8-1993; IN COMMERCE 11-8-1993. 


SN 74-601,509. RESTAURANT ENDEAVORS OF TEXAS, 
LTD., DALLAS, TX. ASSIGNEE OF BAGEL CHAIN, 
INC., THE, FORT WORTH, TX. FILED 11-21-1994. 


OWNER OF U.S. REG. NO. 1,554,206. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAGEL”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT AND BAKERY SERVICES (U.S. 
CLS. 100 AND 101). 

FIRST USE 6-15-1991; IN COMMERCE 6-15-1991. 
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SN 74-605,857. ALLIED FABRICATING & WELDING CO., 
ROSE CITY, TX. FILED 12-2-1994. 


HYDRO-EXTRACTORS 


THE MARK CONSISTS, IN PART, OF A SIDE VIEW OF 
A PORTION OF A HEAT EXCHANGER SHELL WITH A 
PORTION OF A HEAT EXCHANGER TUBE BUNDLE 
PROJECTING THEREFROM, ALL SURROUNDED BY A 
DIAMOND-SHAPED BACKGROUND AND  UNDER- 
SCORED BY THE WORDING “HYDRO-EXTRACTORS”. 

FOR CONSULTING SERVICES FOR THE MAINTE- 
NANCE OF HEAT EXCHANGER TUBE BUNDLES (U.S. 
CLS. 100 AND 101). 

FIRST USE 2-4-1994; IN COMMERCE 2-4-1994. 


SN 74-614,124. KAZMAN, WILLIAM S., WESTFORD, MA. 
FILED 12-22-1994. 


GLOBAL TELEMEDIX 


FOR DESIGNING TELEMEDICINE SYSTEMS FOR 
OTHERS, NAMELY, CONSULTING ON THE SELECTION 
OF HARDWARE COMPONENTS, SPECIFICALLY COM- 
PUTER TERMINALS, COMPUTER AND VIDEO MONI- 
TORS, COMPUTER PRINTERS, CAMERAS, MICRO- 
PHONES, MEMORY STORAGE DEVICES, INFORMA- 
TION SERVERS, AND CODECS, AND SOFTWARE, AND 
UNDERTAKING THE SYSTEMS INTEGRATION OF 
HARDWARE AND SOFTWARE USED IN VIDEO ELEC- 
TRONIC MAIL, VIDEOCONFERENCING CONSULTA- 
TIONS, REMOTE SEMINARS, AND OTHER FORMS OF 
MULTIMEDIA COMMUNICATION, SUCH SERVICES DI- 
RECTED TOWARDS CARE GIVERS, SERVICE PROVID- 
ERS, AND THIRD-PARTY PAYORS IN THE HEALTH 
CARE INDUSTRY (U.S. CLS. 100 AND 101). 

FIRST USE 12-1-1994; IN COMMERCE 12-1-1994. 
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SN 74-625,939. HART FORMS & SERVICES, INC., AUSTIN, 
TX. FILED 1-26-1995. 


HART RECORDS 
MANAGEMENT SERVICES 


OWNER OF U.S. REG. NO. 1,589,926. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECORDS MANAGEMENT SERVICES”, APART 
FROM THE MARK AS SHOWN. 

FOR MICROFILMING OF BUSINESS PAPERS FOR 
NON-RETAIL LEVEL BUSINESS OPERATIONS, PROFES- 
SIONAL FIRMS, AND GOVERNMENTAL AGENCIES 
(U.S. CLS. 100 AND 101). 


SN 74-625,941. HART FORMS & SERVICES, INC., AUSTIN, 
TX. FILED 1-26-1995. 


HART INTEGRATED 
SOLUTIONS 


OWNER OF U.S. REG. NO. 1,589,926. 

FOR DESIGN FOR OTHERS OF DOCUMENT DIGITIZ- 
ING SYSTEMS FOR CREATING, STORING AND TABU- 
LATING DIGITAL IMAGES OF NON-RETAIL LEVEL 
BUSINESS PAPERS AND GOVERNMENTAL DOCU- 
MENTS, AND DESIGN OF COMPUTER CODE OF COM- 
PUTER SCREEN DISPLAYS FOR FACILITATING DATA 
ENTRY INTO COMPUTER RECORDS SYSTEMS FOR 
NON-RETAIL LEVEL BUSINESS OPERATIONS, PROFES- 
SIONAL FIRMS, AND GOVERNMENTAL AGENCIES 
(U.S. CLS. 100 AND 101). 


SN 74-634,523. PONTIAC GENERAL HOSPITAL AND 
MEDICAL CENTER, DBA NORTH OAKLAND MEDI- 
CAL CENTERS, PONTIAC, MI. FILED 2-15-1995. 


NORTH OAKLAND 
MEDICAL CENTERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICAL CENTERS”, APART FROM THE MARK 
AS SHOWN. 

SEC. 2(F). 

FOR HEALTH CARE SERVICES (U.S. CLS. 100 AND 
101). 

FIRST USE 4-1-1994; IN COMMERCE 4-1-1994. 
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SN 74-640,632. CONCEPTS 2000, INC., BELLEVUE, NE. 
FILED 3-1-1995. 


7 


5 [PHILADELPHIA 
Bar & Gril 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAR & GRILL”, APART FROM THE MARK AS 
SHOWN. 

THE LINING SHOWN IN THE DRAWING IS A FEA- 
TURE OF THE MARK AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

THE MARK COMPRISES “PHILADELPHI” ON A HORI- 
ZONTAL BANNER SUPERIMPOSED ACROSS A DESIGN 
OF A LIBERTY BELL ABOVE THE WORDS “BAR & 
GRILL”. 

SEC. 2(F). 

FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 8-25-1985; IN COMMERCE 8-25-1985. 


SN 74-676,402. PREMIER SALONS INTERNATIONAL, IN- 
CORPORATED, EDINA, MN. FILED 5-18-1995. 


NEWPORT HAIR COMPANY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HAIR COMPANY”, APART FROM THE MARK AS 
SHOWN. 

FOR BEAUTY SALON SERVICES, NAMELY HAIR, 
SKIN AND NAIL CARE AND THE LIKE (US. CLS. 100 
AND 101). 

FIRST USE 8-1-1995; IN COMMERCE 3-1-1996. 


SN 74-679,033. MAJORS MEDICAL SUPPLY, INC., DEER- 
FIELD BEACH, FL. FILED 5-23-1995. 


MAJORS MEDICAL SUPPLY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICAL SUPPLY”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL STORE, CATALOG, AND RENTAL 
SERVICES FEATURING HOME MEDICAL EQUIPMENT 
AND SUPPLIES (U.S. CLS. 100 AND 101). 

FIRST USE 1-1-1993; IN COMMERCE 1-1-1993. 





TM 204 


CLASS 42—(Continued). 


SN 74-684,492. CBD DOCUSOURCE, INC., NEW ORLEANS, 
LA. FILED 6-5-1995. 


DOCUSOURCE 


FOR FULL SERVICE LITIGATION SUPPORT (U.S. CLS. 
100 AND 101). 
FIRST USE 4-8-1993; IN COMMERCE 4-8-1993. 


SN 74-706,661. REDGATE COMMUNICATIONS CORPO- 
RATION, VERO BEACH, FL. FILED 7-27-1995. 


REDGATE 


FOR ONLINE INTERACTIVE COMPUTER SERVICES, 
NAMELY, PROVIDING ACCESS TO AND CONTENT 
FOR COMPUTER DATBASES AND _ BULLETING 
BOARDS IN THE FIELDS OF COMPUTER GOODS AND 
SERVICES, MULTIMEDIA PRODUCTS AND SERVICES, 
COMMUNICATIONS, CONSUMER ELECTRONICS, AD- 
VERTISING AND MARKETING OF GOODS AND SERV- 
ICE IN GENERAL; COMPUTER CONSULTATION SERV- 
ICES; COMPUTERIZED MAIL ORDERING VIA COMPUT- 
ER TERMINALS FEATURING COMPUTER RELATED 
PRODUCTS AND SERVICES, MULTIMEDIA PRODUCTS 
AND SERVICES, CONSUMER ELECTRONICS, AND CON- 
SUMER PRODUCTS IN FIELDS OF GENERAL INTER- 
EST (U.S. CLS. 100 AND 101). 

FIRST USE 10-0-1985; IN COMMERCE 10-0-1985. 


SN 74-706,744. WORTH INTERNATIONAL COMMUNICA- 
TIONS CORPORATION, MIAMI LAKES, FL. FILED 
7-27-1995. 


GOTRAVEL 


FOR PROVIDING A COMPUTER DATABASE, BY 
MEANS OF A GLOBAL COMPUTER NETWORK, IN THE 
FIELDS OF TRAVEL, TOURISM AND HOSPITALITY AL- 
LOWING SELECTIVE ACCESS TO TEXTUAL AND 
VISUAL TRAVEL ADVERTISING AND INFORMATION 
PROVIDED BY OTHERS (U.S. CLS. 100 AND 101). 


SN 74-709,029. INTERNATIONAL COMPU RESEARCH, 
INC., NEWPORT BEACH, CA. FILED 7-31-1995. 


FLEXSEARCH 


FOR LEGAL RESEARCH SERVICES, NAMELY, PRO- 
VIDING ACCESS TO INTERACTIVE LEGAL INFORMA- 
TION DATABASES, FOR USE BY LAWYERS AND 
OTHER MEMBERS OF THE LEGAL PROFESSION IN RE- 
SEARCHING AND RETRIEVING INFORMATION RE- 
GARDING LEGAL AUTHORITIES AND COMMENTARY 
ON THE LAW (U.S. CLS. 100 AND 101). 
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SN 74-712,201. GORMAN, R. C., TAOS, NM. FILED 


8-7-1995. 


NAVAJO GALLERY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GALLERY”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F) AS TO “NAVAJO”. 

FOR ART GALLERIES AND AUTHENTICATION OF 
ARTWORKS (U.S. CLS. 100 AND 101). 

FIRST USE 11-1-1968; IN COMMERCE 11-1-1968. 


SN 74-713,842. GREENWICH POINT INTERNATIONAL 
GROUP, INC., OLD GREENWICH, CT. FILED 8-10-1995. 


‘reenwich Point 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNATIONAL”, APART FROM THE MARK AS 
SHOWN. : 

THE MARK IS LINED FOR THE COLOR GREY. THE 
VERTICAL LINING IS A FEATURE OF THE MARK AND 
NOT INTENDED TO INDICATE COLOR. THE STIP- 
PLING IS FOR SHADING PURPOSES ONLY. 

THE MARK COMPRISES A LIGHTHOUSE WITH 
LIGHT BEAM AND THE WORDS “GREENWICH POINT 
INTERNATIONAL” SET IN A RECTANGULAR FIELD. 

FOR FINANCIAL INVESTMENTS IN THE FIELDS OF 
REAL ESTATE PROJECTS AND RELATED SECURITIES, 
PRIVATE CORPORATE EQUITY AND DEBT, AND IN- 
VESTMENT PARTNERSHIPS (U.S. CLS. 100 AND 101). 


SN 74-715,364. CROWN COCO., INC., MINNEAPOLIS, MN. 
FILED 8-14-1995. 


OWNER OF U.S. REG. NOS. 1,156,764 AND 1,173,697. 

THE LINING IS A FEATURE OF THE MARK AND IS 
NOT INTENDED TO INDICATE COLOR. 

FOR RETAIL GASOLINE AND CONVENIENCE STORE 
OUTLETS (U.S. CLS. 100 AND 101). 

FIRST USE 3-13-1995, FIRST USED IN ANOTHER 
FORM ON JANUARY 15, 1979; IN COMMERCE 3-13-1995, 
FIRST USED IN COMMERCE IN ANOTHER FORM ON 
JANUARY 15, 1979. 
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SN 74-715,879. MEN’S CLINIC, L.L.C., THE, ATLANTA, 
GA. FILED 8-15-1995. 


NEW WORLD MEN’S 
CLINIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEN’S CLINIC”, APART FROM THE MARK AS 
SHOWN. 

FOR PROVIDING HEALTH INFORMATION AND 
MEDICAL SERVICES IN THE FIELD OF UROLOGY (U.S. 
CLS. 100 AND 101). 


SN 74-716,967. MTS, INCORPORATED, WEST SACRA- 
MENTO, CA. FILED 8-17-1995. 


AT TOWER RECORDS, THE 
DIFFERENCE IS SELECTION 


OWNER OF U.S. REG. NOS. 1,469,471, 1,896,742 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RECORDS”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL STORE SERVICES IN THE FIELD OF 
RECORDS, CASSETTES, COMPACT DISCS, VIDEOS, CD- 
ROM AND VIDEO GAMES, CLOTHING, BOOKS, MAGA- 
ZINES AND RELATED MERCHANDISE (U.S. CLS. 100 
AND 101). 

FIRST USE 11-0-1990; IN COMMERCE 11-0-1990. 


SN 74-717,018. FEMINISTS FOR LIFE OF AMERICA, 
WASHINGTON, DC. FILED 8-17-1995. 


FFL 


FOR ASSOCIATION SERVICES, NAMELY PROMOT- 
ING THE INTERESTS OF TRUE EQUALITY FOR ALL 
HUMAN BEINGS, PARTICULARLY WOMEN AND 
UNBORN CHILDREN (U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1972; IN COMMERCE 0-0-1972. 


SN 74-720,443. CEDARS-SINAI MEDICAL CENTER, LOS 
ANGELES, CA. FILED 8-7-1995. 


CEDARS-SINAI HEALTH 
SYSTEM 


OWNER OF U.S. REG. NOS. 1,519,373, 1,938,399 AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH SYSTEM”, APART FROM THE MARK AS 
SHOWN. 

FOR MEDICAL SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 12-13-1994; INCOMMERCE 12-13-1994. 
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SN 74-720,878. FRIED, FRANK, HARRIS, SHRIVER & JA- 
CORSON PARTNERSHIP, THE, WASHINGTON, DC. 
FILED 8-21-1995. 


FAIR LENDING ALERT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FAIR LENDING”, APART FROM THE MARK AS 
SHOWN. 

FOR TRANSMITTING AN ELECTRONIC PUBLICA- 
TION CONSISTING OF A NEWSLETTER REGARDING 
DEVELOPMENTS ON FAIR LENDING ISSUES OF IN- 
TEREST TO LENDERS VIA AN ON-LINE COMPUTER 
NETWORK (U.S. CLS. 100 AND 101). 

FIRST USE 1-17-1995; IN COMMERCE 1-17-1995. 


SN 74-722,296. JUDICATE, INC., BOCA RATON, FL. 
FILED 8-29-1995. 


Questron Technology, Inc. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNOLOGY, INC.”, APART FROM THE MARK 
AS SHOWN. 

FOR DISTRIBUTORSHIPS IN THE FIELD OF LOW 
TECHNOLOGY GOODS, NAMELY, FASTENERS AND 
ELECTRONIC HARDWARE (U.S. CLS. 100 AND 101). 


SN 74-724,891. SHONEY’S, INC:, NASHVILLE, TN. FILED 
9-5-1995. 


CAPTAIN D’S SHRIMP 
JUBILEE 


OWNER OF U.S. REG. NOS. 1,029,629 AND 1,661,241. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHRIMP”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES, FEATURING A PRO- 
MOTION WHEREIN SHRIMP DISHES ARE OFFERED 
DURING THE LENT SEASON (U.S. CLS. 100 AND 101). 


SN 74-728,499. REPLACEMENTS, LTD., GREENSBORO, 
NC. FILED 9-13-1995. 


“WE REPLACE THE 
IRREPLACEABLE” 


FOR RETAIL STORE SERVICES AND MAIL ORDER 
SERVICES FEATURING CHINA, HOLLOWWARE, FLAT- 
WARE, CRYSTAL, AND COLLECTIBLES (U.S. CLS. 100 
AND 101). 

FIRST USE 1-1-1990; IN COMMERCE 1-1-1990. 
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SN 74-730,649. S & A RESTAURANT CORP., DALLAS, TX. 
FILED 9-18-1995. 


BENNIGAN’S TAILGATE 
PARTY 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 8-7-1995; IN COMMERCE 8-7-1995. 


SN 74-731,512. SIGNATURE FINANCIAL/MARKETING, 
INC., WILMINGTON, DE. FILED 9-20-1995. 


GOOD ADVICE CARD 


FOR LEGAL SERVICES PLAN OFFERING DISCOUNT 
RATES ON LEGAL SERVICES (U.S. CLS. 100 AND 101). 


SN 74-734,340. BIOHORIZONS, INC., BIRMINGHAM, AL. 
FILED 9-26-1995. 


OWNER OF US. REG. NO. 1,893,788. 

FOR BIOENGINEERING CONSULTING SERVICES 
AND RESEARCH IN THE FIELD OF DENTAL AND 
MEDICAL IMPLANT PRODUCTS; PRODUCT DEVELOP- 
MENT CONSULTATION SERVICES IN THE FIELD OF 
DENTAL AND MEDICAL IMPLANT PRODUCTS; DE- 
VELOPMENT OF DENTAL AND MEDICAL IMPLANT 
PRODUCTS; DISTRIBUTORSHIP SERVICES FEATURING 
DENTAL AND MEDICAL IMPLANT PRODUCTS (U.S. 
CLS. 100 AND 101). 


SN 74-736,613. PINTURAS MONTANA, C.A., CARACAS, 
VENEZUELA, FILED 9-27-1995. 


MONTANA INFINITY 
COLOUR SHOPS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SHOPS”, APART FROM THE MARK AS SHOWN. 

FOR RETAIL STORES FEATURING PAINTS (U.S. CLS. 
100 AND 101). 
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SN 75-001,943. NEOGLYPHICS MEDIA CORPORATION, 
WILMETTE, IL. FILED 10-5-1995. 


AMERICAN DREAMS 


FOR PROVIDING MULTIPLE-USER ACCESS TO A 
GLOBAL COMPUTER NETWORK IN THE FIELD OF 
SHOPPING INFORMATION WHICH PROVIDES ON-LINE 
ORDERING OF GOODS OF OTHERS SUCH AS CLOTH- 
ING, FOOD, GIFTS, AND GENERAL MERCHANDISE 
(U.S. CLS. 100 AND 101). 

FIRST USE 5-15-1995; IN COMMERCE 5-15-1995. 


SN 75-002,233. FIREHOUSE MEDICAL, INC., PLACENTIA, 
CA. FILED 10-6-1995. 


FIREHOUSE MEDICAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MEDICAL”, APART FROM THE MARK AS 
SHOWN. 

FOR MEDICAL RESEARCH, PRODUCT DEVELOP- 
MENT, AND DISTRIBUTORSHIP SERVICES ALL IN THE 
FIELD OF EMERGENCY MEDICAL PRODUCTS (USS. 
CLS. 100 AND 101). 


SN 75-003,381. 
10-10-1995. 


BYE, INC., YARMOUTH, ME. FILED 


SCREEN EFFECTS 


FOR DESIGNING OF SCREEN SAVER SOFTWARE 
FOR OTHERS (U.S. CLS. 100 AND 101). 
FIRST USE 9-11-1995; IN COMMERCE 9-11-1995. 


SN 75-003,608. WILLIAMS NATURAL GAS COMPANY, 
TULSA, OK. FILED 10-3-1995. 


PIPETALK 


FOR COMPUTER SERVICES, NAMELY, PROVIDING 
ON-LINE ACCESS IN THE FIELD OF PIPELINE SERV- 
ICE INFORMATION FOR THE TRANSMISSION OF NAT- 
URAL GAS (U.S. CLS. 100 AND 101). 

FIRST USE 7-1-1995; IN COMMERCE 7-1-1995. 
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SN 75-004,986. CASHMERE HOUSE, INC., SANTA ANA, 
CA. FILED 10-12-1995. 


TSE CASHMERE 


OWNER OF U.S. REG. NO. 1,630,934. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CASHMERE”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL AND WHOLESALE CLOTHING STORE 
SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 7-0-1988; IN COMMERCE 7-0-1988. 


SN 75-005,824. NATIONAL GOLF COURSE OWNERS AS- 
SOCIATION, INC., MT. PLEASANT, SC. FILED 
10-13-1995. 


NATIONAL GOLF COURSE 
OWNERS ASSOCIATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOLF COURSE OWNERS ASSOCIATION”, APART 
FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR ASSOCIATION SERVICES, NAMELY PROMOT- 
ING THE INTERESTS OF GOLF COURSE OWNERS (U.S. 
CLS. 100 AND 101). 

FIRST USE 11-0-1990; IN COMMERCE 11-0-1990. 


SN 75-008,983. ASSOCIATION OF INDEPENDENT PHAR- 
MACEUTICAL CONSULTANTS, INC., BUFFALO 
GROVE, IL. FILED 10-20-1995. 


ATID 
avenue 
ASSOCIATION 

OF INDEPENDENT 


PHARMACEUTICAL | 
CONSULTANTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ASSOCIATION OF INDEPENDENT PHARMACEU- 
TICAL CONSULTANTS”, APART FROM THE MARK AS 
SHOWN. 

FOR ASSOCIATION SERVICES, NAMELY, PROMOT- 
ING THE INTERESTS OF PHARMACEUTICAL AND BIO- 
TECHNOLOGY CONSULTANTS (U.S. CLS. 100 AND 101). 
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SN 75-011,128. BEHAVIORAL SCIENCE TECHNOLOGY, 
INC., OJAI, CA. FILED 10-27-1995. 


INCON 


FOR CONDUCTING WORKSHOPS AND SEMINARS 
CONCERNING THE IMPLEMENTATION OF A WORK- 
PLACE SAFETY SYSTEM FOR PERSONNEL (U.S. CLS. 
100 AND 101). 

FIRST USE 8-23-1995; IN COMMERCE 8-23-1995. 


SN 75-014,018. HUDSON NEWS COMPANY, NORTH 
BERGEN, NJ. FILED 10-31-1995. 


OUT OF TOWN 
NEWSPAPERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NEWSPAPERS”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F). 

FOR NEWSSTAND SERVICES‘(U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1955; IN COMMERCE 0-0-1955. 


SN 75-014,95S. COEUR D’ALENE MINES CORPORATION, 
COEUR D’ALENE, ID. FILED 11-3-1995. 


THE STIPPLING IN THE DRAWING IS FOR SHADING 
PURPOSES ONLY AND IS NOT MEANT TO INDICATE 
COLOR. 

FOR MINING AND MINERAL EXPLORATION (US. 
CLS. 100 AND 101). 

FIRST USE 6-7-1995; IN COMMERCE 6-7-1995. 
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SN 75-021,142. MIGGY’S ENTERPRISES OF STATEN 
ISLAND, INC. NO. 7, STATEN ISLAND, NY. FILED 
11-20-1995. 


FOR RETAIL SUPERMARKET FEATURING GROCER- 
IES, DELI, CATERING, MEATS, PRODUCE, BAKERY 
(U.S. CLS. 100 AND 101). 

FIRST USE 2-1-1992; IN COMMERCE 2-1-1992. 


SN 75-022,345. CRYSTAL PIER HOTEL, INC., SAN DIEGO, 
CA. FILED 11-20-1995. 


CRYSTAL PIER 


FOR HOTEL SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 4-18-1926; IN COMMERCE 4-18-1926. 


SN 75-022,964. YOKE’S WASHINGTON FOODS, INC., SPO- 
KANE, WA. FILED 11-20-1995. 


PAC ’N SAVE 


OWNER OF U.S. REG. NO. 1,890,269. 

FOR WAREHOUSE SUPERMARKET SERVICES (US. 
CLS. 100 AND 101). 

FIRST USE 12-0-1985; IN COMMERCE 12-0-1985. 


SN 75-027,814. E. I DU PONT DE NEMOURS AND COM- 
PANY, WILMINGTON, DE. FILED 12-5-1995. 


CHESAPEAKE FARMS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHESAPEAKE”, APART FROM THE MARK AS 
SHOWN. 

FOR PROVIDING GENERAL PURPOSE CONVENTION 
FACILITIES (U.S. CLS. 100 AND 101). 
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SN 75-028,458. FOOD ENTERPRISES, INC., WALNUT 
CREEK, CA. FILED 12-6-1995. 


PASSPORT WRAPS & 
SMOOTHIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WRAPS & SMOOTHIES”, APART FROM THE 
MARK AS SHOWN. 

FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 75-029,594. AMERICAN MANAGEMENT SYSTEMS, 
INC., FAIRFAX, VA. FILED 12-8-1995. 


FOR TECHNOLOGY CONSULTING’ SERVICES, 
NAMELY, PROVIDING EXPERTISE IN COMPUTER 
TECHNOLOGY DISCIPLINES; AND PROVIDING A CEN- 
TRAL FACILITY FOR RESEARCH RELATING TO COM- 
PUTER TECHNOLOGY (U.S. CLS. 100 AND 101). 


SN _ 75-029,755. COLORTYME, INC., IRVING, TX. FILED 
12-8-1995. 


COLORTYME 


OWNER OF U.S. REG. NOS. 1,191,104, 1,872,515 AND 
OTHERS. 

FOR RENTAL AND LEASING OF FURNITURE AND 
HOUSEHOLD APPLIANCES, NAMELY WASHERS, 
DRYERS, IRONS, REFRIGERATORS, FREEZERS, 
MICROWAVE OVENS, OVENS AND RANGES (USS. CLS. 
100 AND 101). 

FIRST USE 5-0-1981; IN COMMERCE 5-0-1981. 
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SN 75-034,480. FINE, STEPHEN, LOS ANGELES, CA. 
FILED 12-19-1995. 


AMAZING WEBTALES! 


FOR COMPUTER SERVICES, NAMELY, PROVIDING 
NOVELS VIA COMPUTER NETWORK (U.S. CLS. 100 
AND 101). 

FIRST USE 10-28-1995; IN COMMERCE 10-28-1995. 


SN _ 75-035,583. CYBERVAULT, 
FILED 12-21-1995. 


INC., PHOENIX, AZ. 


CYBERVAULT 


FOR PROVIDING MULTIPLE USER ACCESS TO A 
GLOBAL COMPUTER INFORMATION NETWORK (U.S. 
CLS. 100 AND 101). 

FIRST USE 9-8-1995; IN COMMERCE 11-20-1995. 


SN 75-039,474. W G HAFT HOLDING L.L.C., DALLAS, TX. 
FILED 1-2-1996.. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DISCOUNT CIGARETTES”, APART FROM THE 
MARK AS SHOWN. 

FOR RETAIL STORE SERVICES IN THE FIELD OF 
PREMIUM AND GENERIC CIGARETTES, CIGARS, 
CHEWING TOBACCO AND TOBACCO AT A DISCOUNT 
(U.S. CLS. 100 AND 101). 

FIRST USE 1-1-1995; IN COMMERCE 1-1-1995. 
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SN 75-040,455. COFFEE RANI, INC., COVINGTON, LA. 
FILED 1-11-1996. 


céifee rani 


COFFEEHOUSE @® CAFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COFFEE” AND “COFFEEHOUSE CAFE”, APART 
FROM THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES CONCERNING THE 
PROVISION OF FOOD AND DRINK, NAMELY PASTRIES 
AND CONFECTIONERY, SALADS, SANDWICHES, 
SOUPS, COFFEES, TEAS, AND NON-ALCOHOLIC 
DRINKS MADE FORM SYRUPS AND OTHER PREPARA- 
TIONS FOR MAKING BEVERAGES (U.S. CLS. 100 AND 
101). 

FIRST USE 3-1-1995; IN COMMERCE 3-1-1995. 


SN 75-040,640. BILL GLASS MINISTRIES, CEDAR HILL, 
TX. FILED 1-5-1996. 


WEEKEND OF CHAMPIONS 


FOR EVANGELISTIC AND MINISTERIAL SERVICES 
(U.S. CLS. 100 AND 101). 
FIRST USE 8-1-1991; IN COMMERCE 8-1-1991. 


SN 75-043,621. JOHN ROBERTS CORPORATION, KET- 
CHUM, ID. FILED 1-16-1996. 


STURTEVANTS OF SUN 
VALLEY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SUN VALLEY”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL STORE FEATURING SPORTSWEAR, 
SPORTING EQUIPMENT AND SPORTS RENTALS (U.S. 
CLS. 100 AND 101). 

FIRST USE 1-15-1963; INCOMMERCE 1-15-1963. 
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SN 75-043,700. DANIELSON SURPLUS SALES, INC., DAN- 
IELSON, CT. FILED 1-16-1996. 


WILD MAN CROWLEY 


THE NAME “WILD MAN CROWLEY” DOES NOT 
IDENTIFY ANY LIVING INDIVIDUAL. 

FOR MAIL AND TELEPHONE ORDER CATALOG 
SERVICES FEATURING CLOTHING AND FOOTWEAR; 
COMPUTERIZED ON-LINE ORDERING SERVICES IN 
THE FIELD OF CLOTHING AND FOOTWEAR (USS. CLS. 
100 AND 101). 


FIRST USE 11-20-1995; IN COMMERCE 11-20-1995. 


SN 75-050,554. COMPUDATA PRODUCTS, INC., DALLAS, 
TX. FILED 1-30-1996. 


ARRISCOM 


FOR COMPUTER SERVICES, NAMELY, DESIGNING 
AND IMPLEMENTING NETWORK WEB PAGES FOR 
OTHERS AND WHOLESALE DISTRIBUTORSHIP SERV- 
ICES FEATURING COMPUTER ACCESSORIES (U.S. CLS. 
100 AND 101). 


SN 75-050,555. COMPUDATA PRODUCTS, INC., DALLAS, 
TX. FILED 1-30-1996. 


BUSINESS EDGE ON THE 
NET 


FOR COMPUTER SERVICES, NAMELY, DESIGNING 
AND IMPLEMENTING NETWORK WEB PAGES FOR 
OTHERS AND WHOLESALE DISTRIBUTORSHIP SERV- 
ICES FEATURING COMPUTER ACCESSORIES (U.S. CLS. 
100 AND 101). 


SN 75-050,731. BRISTOL-MYERS SQUIBB COMPANY, 
NEW YORK, NY. FILED 1-29-1996. 


A BRIGHTER DAY 


FOR PROVIDING MEDICAL INFORMATION TO PER- 
SONS SUFFERING FROM DEPRESSION (U.S. CLS. 100 
AND 101). 


SN 75-053,957. MARTY SUSSMAN ORGANIZATION, INC., 
JENKINTOWN, PA. FILED 2-6-1996. 


WHERE FRIENDS TELL 
FRIENDS TO BUY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BUY”, APART FROM THE MARK AS SHOWN. 

FOR AUTOMOBILE DEALERSHIP SERVICES (US. 
CLS. 100 AND 101). 
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SN 75-054,913. WATSON CLINIC LLP, LAKELAND, FL. 
FILED 2-8-1996. 


WATSON CLINIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLINIC”, APART FROM THE MARK AS SHOWN. 

SEC. 2(F). 

FOR MEDICAL SERVICES, NAMELY, SURGICAL 
SERVICES, CLINICAL SERVICES, MEDICAL LABORA- 
TORY TESTING AND DIAGNOSTIC SERVICES, MEDI- 
CAL COUNSELING AND PHARMACY SERVICES (U.S. 
CLS. 100 AND 101). 

FIRST USE 5-30-1941; IN COMMERCE 5-30-1941. 


SN 75-054,952. FRANK BRUNCKHORST CO., BROOKLYN, 
NY. FILED 2-8-1996. 


BOAR’S HEAD 


FOR DELICATESSEN SERVICES (U.S. CLS. 100 AND 
101). 
FIRST USE 1-0-1995; IN COMMERCE 1-0-1995. 


SN 75-055,130. BEST FRIEND PET RESORT, INC., COV- 
INGTON, KY. FILED 2-8-1996. 


ALMOST HOME PET 
RESORT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PET RESORT”, APART FROM THE MARK AS 
SHOWN. 

FOR PET GROOMING AND BOARDING SERVICES 
(U.S. CLS. 100 AND 101). 
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SN 75-056,089. VIRTUAL REALITY MALL, INC., DAYTO- 
NA BEACH, FL. FILED 2-12-1996. 


THE DRAWING IS LINED FOR THE COLORS 
YELLOW AND BLUE. 

FOR ON-LINE RETAIL SHOPPING SERVICES, FEA- 
TURING A WIDE RANGE OF CONSUMER PRODUCTS 
(U.S. CLS. 100 AND 101). 


SN 75-056,092. VIRTUAL REALITY MALL, INC., DAYTO- 
NA BEACH, FL. FILED 2-12-1996. 


THE DRAWING IS LINED FOR THE COLORS 
YELLOW AND BLUE. 

FOR ON-LINE RETAIL SHOPPING SERVICES, FEA- 
TURING A WIDE RANGE OF CONSUMER PRODUCTS 
(U.S. CLS. 100 AND 101). 
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SN 75-056,825. MCLANE COMPANY, INC., TEMPLE, TX. 
FILED 2-12-1996. 


MCLANE EXPRESS 


OWNER OF U.S. REG. NO. 1,211,975. 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
FOOD AND GROCERY ITEMS (U.S. CLS. 100 AND 101). 

FIRST USE 4-1-1995; IN COMMERCE 4-1-1995. 


SN 75-056,999. MOBLEY, JOHN CARTER, MIAMI, FL. 
FILED 2-12-1996. 


PUBLICATE 


FOR PROVIDING MULTI-USER ACCESS TO GLOBAL 
COMPUTER NETWORKS CONNECTED BY A COMMON 
PROTOCOL, FOR THE TRANSFER AND DISSEMINA- 
TION OF A WIDE RANGE OF INFORMATION, AND 
CONSULTING SERVICES RELATED THERETO (US. 
CLS. 100 AND 101). 


SN 75-057,422. VIRTUAL REALITY MALL, INC., DAYTO- 
NA BEACH, FL. FILED 2-13-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VIRTUAL REALITY MALL”, APART FROM THE 
MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS 
YELLOW AND BLUE. 

FOR ON-LINE RETAIL SHOPPING SERVICES, FEA- 
TURING A WIDE RANGE OF CONSUMER PRODUCTS 
(U.S. CLS. 100 AND 101). 


SN 75-058,827. BENEFICIAL CARE, INC., MURRAY, UT. 
FILED 2-16-1996. 


SNIFFLES & SNEEZES 


FOR CHILD CARE FOR SICK CHILDREN (USS. CLS. 
100 AND 101). 
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SN 75-061,563. COSMEDIC CONCEPTS, INC., DBA PHi- 
LOSOPHY VOLUME 1, TEMPE, AZ. FILED 2-23-1996. 


SOUL OWNER 


FOR FOOT TREATMENT IN THE NATURE OF A 
FOOT MASSAGE (U.S. CLS. 100 AND 101). 


SN 75-061,569. COSMEDIC CONCEPTS, INC., DBA PHI- 
LOSOPHY VOLUME 1, TEMPE, AZ. FILED 2-23-1996. 


EYE BELIEVE 


FOR FACIAL TREATMENT IN THE NATURE OF A 
FACIAL MASSAGE FOR THE EYE AREA ONLY (USS. 
CLS. 100 AND 101). 


SN 75-062,026. CATCHINGS, PAUL DOUGLAS, PASADE- 
NA, CA. FILED 2-23-1996. 


VEGGI-EXPRESS 


FOR RESTAURANT (U.S. CLS. 100 AND 101). 


SN 75-065,504. VAN DE WETERING GREENHOUSES, 
INC., JAMESPORT, NY. FILED 2-20-1996. 


PLUG & SHIP 


FOR WHOLESALE DISTRIBUTORSHIP SERVICES 
FEATURING NURSERY PLANTS (U.S. CLS. 100 AND 101). 
FIRST USE 8-15-1993; IN COMMERCE 8-15-1993. 


SN 75-065,553. CVS, H.C., INC., WOONSOCKET, RI. FILED 
2-29-1996. 


OWNER OF U.S. REG. 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PHARMACY”, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLOR RED. 

FOR RETAIL STORE SERVICES FOR PRESCRIPTION 
DRUGS, HEALTHCARE AND BEAUTY PRODUCTS (U.S. 
CLS. 100 AND 101). 

FIRST USE 0-0-1983; IN COMMERCE 0-0-1983. 


NOS. 919,941, 1,906,987 AND 
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SN 75-066,602. AIDS HEALTHCARE FOUNDATION, LOS 
ANGELES, CA. FILED 3-4-1996. 


OUT OF THE CLOSET 
THRIFT STORE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THIRFT STORE”, APART FROM THE MARK AS 
SHOWN. 

FOR RETAIL STORE SERVICES AND THRIFT STORE 
SERVICES IN THE FIELD OF USED AND DONATED 
CLOTHING, APPLIANCES, ELECTRONIC GOODS, TOYS, 
TOOLS, HOUSEWARES, FURNITURE, RECORDS, CAS- 
SETTES, COMPACT DISCS, BICYCLES, BOOKS, JEWEL- 
RY, CARPETS, GYMNASIUM EQUIPMENT, LAWN 
MOWERS, MOTOR VEHICLES, MEN’S, WOMEN’S, AND 
CHILDREN’S CLOTHING AND SHOES, ANTIQUES, DU- 
RABLE MEDICAL EQUIPMENT, BRIC-A-BRAC, AND 
KNICKKNACKS (U.S. CLS. 100 AND 101). 

FIRST USE 10-0-1990; IN COMMERCE 10-0-1990. 


SN 75-066,818. BASCOM GLOBAL INTERNET SERVICES, 
INC., DEER PARK, NY. FILED 3-4-1996. 


GLOBAL PLAYGROUND 


FOR PROVIDING MULTIPLE-USER ACCESS TO AN 
ON-LINE GLOBAL COMPUTER INFORMATION NET- 
WORK, KNOWN AS THE INTERNET, FOR THE TRANS- 
FER AND DISSEMINATION OF A WIDE RANGE OF IN- 
FORMATION (U.S. CLS. 100 AND 101). 


SN 75-067,049. KERR CORPORATION, THE, STANWOOD, 
WA. FILED 3-4-1996. 


GLOBAL GOURMET 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOURMET”, APART FROM THE MARK AS 
SHOWN. 

FOR PROVIDING USERS OF A GLCBAL COMPUTER 
NETWORK WITH ACCESS TO AN INTERACTIVE ON- 
LINE COMPUTER DATABASE AND BULLETIN BOARD 
SERVICES FEATURING INFORMATION ABOUT CULI- 
NARY PRODUCTS AND SERVICES; PROVIDING ON- 
LINE COMPUTERIZED ORDERING OF NUTRITIONAL, 
CULINARY AND FOOD-RELATED PRODUCTS AND 
SERVICES; PROVIDING VIDEO RECORDINGS AND 
PRINTED INFORMATION REGARDING NUTRITIONAL, 
CULINARY AND FOOD-RELATED INFORMATION 
THAT MAY BE DOWNLOADED FROM A GLOBAL COM- 
PUTER NETWORK (U.S. CLS. 100 AND 101). 
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SN 75-067,058. WHITE HEN PANTRY, INC., ELMHURST, 
IL. FILED 3-4-1996. 


WHITE HEN PANTRY 
FOOD EXPRESS 


OWNER OF U.S. REG. NO. 934,647. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOOD EXPRESS”, APART FROM THE MARK AS 
SHOWN. 

FOR GROCERY STORE/RESTAURANT SERVICES 
FEATURING PREPARED, READY-TO-PREPARE, PACK- 
AGED, AND FRESH FOODS AND BEVERAGES FOR 
CONSUMPTION ON AND OFF THE PREMISES (U.S. CLS. 
100 AND 101). 


SN 75-068,107. BUFFY’S BAGELS, INC., PAWTUCKET, RI. 
FILED 3-6-1996. 


BUFFY’S BAGELS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAGELS”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT AND CARRY OUT SERVICES 
FEATURING BAGELS, MUFFINS, SANDWICHES, SOUPS, 
COFFEES AND RELATED FOOD ITEMS (U.S. CLS. 100 
AND 101). 


SN 75-069,494. BDMG, INC., METAIRIE, LA. FILED 
3-8-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DOCUMENT MANAGEMENT GROUP”, APART 
FROM THE MARK AS SHOWN. 

FOR LITIGATION SUPPORT SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 1-15-1996; IN COMMERCE 1-15-1996. 


Document 
Management 
Group 


| 


SN 75-070,244. CORBETT, JAMES J., DBA MR. GOLF ETI- 
QUETTE ENTERPRISES, EDMONDS, WA. FILED 
3-11-1996. 


MR. GOLF ETIQUETTE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GOLF ETIQUETTE”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SERVICES, NAMELY, PROVIDING 
ON-LINE NEWSPAPER AND MAGAZINE ADVICE COL- 
UMNS IN THE FIELD OF GOLF AND PHILOSOPHY (U.S. 
CLS. 100 AND 101). 

FIRST USE 4-1-1996; IN COMMERCE 4-1-1996. 
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SN 75-070,626. BACK IN THE SADDLE, INC., DURANGO, 
CO. FILED 3-11-1996. 


BACK IN THE SADDLE 


FOR MAIL ORDER SERVICES IN THE FIELD OF 
GIFTS, APPAREL, BOOKS, TOYS, GEAR AND ACCESSO- 
RIES HAVING AN EQUESTRIAN THEME (U.S. CLS. 100 
AND 101). 

FIRST USE 8-30-1993; IN COMMERCE 8-30-1993. 


SN 75-071,472. BUSCH CREATIVE SERVICES CORPORA- 
TION, ST. LOUIS, MO. FILED 3-12-1996. 


OPTIMUS 


FOR COMPUTER GENERATED ANIMATION AND 
GRAPHICS SERVICES (U.S. CLS. 100 AND 101). 


SN 75-071,859. SDI OPERATING PARTNERS, L.P., DBA 
SUN DISTRIBUTORS, PHILADELPHIA, PA. FILED 
3-13-1996. 


SUNSOURCE 


FOR WHOLESALE DISTRIBUTORSHIP SERVICES IN 
THE FIELD OF FLUID POWER PRODUCTS, MAINTE- 
NANCE PRODUCTS, AND GLASS (U.S. CLS. 100 AND 
101). 


SN 75-072,101. BMP COMPANY, INC., INDIANAPOLIS, IN. 
FILED 3-13-1996. 


RICE COOKER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RICE”, APART FROM THE MARK AS SHOWN. 
FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
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SN 75-075,116. BAYPORT RESTAURANT GROUP, INC., 
HOLLYWOOD, FL. FILED 3-19-1996. 


OWNER OF U.S. REG. NOS. 1,838,297 AND 1,865,050. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SEAFOOD”, APART FROM THE MARK AS 
SHOWN. 

FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 3-1-1990; IN COMMERCE 3-1-1990. 


SN 75-076,731. RECORE, INC., ARLINGTON, TX. FILED 
3-21-1996. 


RECORE 


FOR WHOLESALE DISTRIBUTORSHIPS FEATURING 
AUTO PARTS (U.S. CLS. 100 AND 101). 
FIRST USE 11-0-1991; IN COMMERCE 11-0-1991. 


SN 75-077,091. MARCIE’S RAINBOW, INC., EVANSTON, 
IL. FILED 3-22-1996. 


MARCIE’S PLACE 


FOR COUNSELING AND SUPPORT SERVICES FOR 
CHILDREN WHO HAVE EXPERIENCED THE LOSS OF 
A LOVED ONE (U.S. CLS. 100 AND 101). 

FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


SN 75-077,373. INNOVATIVE INFORMATION SYSTEMS, 
INC., WASHINGTON, DC. FILED 3-22-1996. 


Translating Technology Into Solutions 


FOR COMPUTER CONSULTATION (U.S. CLS. 100 AND 
101). 
FIRST USE 10-30-1993; IN COMMERCE 10-30-1993. 
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SN 75-077,645. LAMM, STEVEN, NEW YORK, NY. FILED 
3-21-1996. 


THINNER AT LAST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “THINNER”, APART FROM THE MARK AS SHOWN. 

FOR WEIGHT REDUCTION DIET PLANNING AND 
SUPERVISION SERVICES (U.S. CLS. 100 AND 101). 


SN 75-078,214. REALITY CHECK INTERNATIONAL INC., 
DURANGO, CO. FILED 3-25-1996. 


THE PRIVY INFORMATION 
GROUP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INFORMATION GROUP”, APART FROM THE 
MARK AS SHOWN. 

FOR RESEARCH SERVICES, NAMELY, GATHERING 
INFORMATION FOR ASSET LOCATION, EMPLOYMENT 
BACKGROUND CHECKS, AND TENANT SCREENING 
VIA COMPUTER NETWORKS AND PUBLIC RECORDS 
(U.S. CLS. 100 AND 101). 


SN 75-079,453. MASON SHOE MANUFACTURING CO., 
CHIPPEWA FALLS, MN. FILED 3-27-1996. 


A STEP IN THE RIGHT 
DIRECTION 


FOR RETAIL OUTLETS FEATURING FOOTWEAR 
(U.S. CLS. 100 AND 101). 
FIRST USE 2-17-1996; IN COMMERCE 2-17-1996. 
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SN 75-080,246. CIRCLE K STORES INC., PHOENIX, AZ. 
FILED 3-28-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MARKET”, APART FROM THE MARK AS SHOWN. 
FOR RETAIL FOOD STORE SERVICES, NAMELY, 
PROVIDING COMPLETE “MEAL-AT-HOME-PREPARA- 
TION” FOOD PRODUCTS (COOKING REQUIRED) AND 
COMPLETE “MEAL-AT-HOME-PREPARED” FOOD 
PRODUCTS (READY TO EAT) (U.S. CLS. 100 AND 101). 
FIRST USE 3-2-1995; IN COMMERCE 3-2-1995. 


SN 75-081,142. CAPITAL CITIES/ABC MULTIMEDIA, 
INC., NEW YORK, NY. FILED 3-29-1996. 


ABC BETA 


FOR COMPUTER ON-LINE SERVICES IN THE 
NATURE OF PROVIDING ENTERTAINMENT, NEWS, 
TELEVISION, HUMOR, CARTOONS AND GENERAL IN- 
FORMATION VIA AN ELECTRONIC COMPUTER NET- 
WORK; PROVIDING ACCESS TO ON-LINE COMPUTER 
DATABASES IN THE NATURE OF COMPUTER BULLE- 
TIN BOARDS AND ALLOWING FOR THE INTERAC- 
TIVE EXCHANGE OF MESSAGES AND INFORMATION 
(U.S. CLS. 100 AND 101). 

FIRST USE 10-0-1994; IN COMMERCE 10-0-1994. 


SN 75-084,038. BRAVO, 
FILED 4-4-1996. 


INC., CHATTANOOGA, TN. 


ELECTRIC SUBMARINE 
ROCK & ROLL CAFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “CAFE”, APART FROM THE MARK AS SHOWN. 
FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 1-8-1996; IN COMMERCE 1-8-1996. 
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SN 75-084,774. CHURCH, SHARON E., APPLE VALLEY, 
MN. FILED 4-8-1996. 


FUR ’N’ PUR PET SITTERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PET SITTERS”, APART FROM THE MARK AS 
SHOWN. 

FOR PROFESSIONAL PET SITTING SERVICES FOR 
SHORT AND LONG TERM CARE (U.S. CLS. 100 AND 
101). 


SN 75-085,228. FARNAM COMPANIES, INC., DBA VET- 
ERINARY PRODUCTS LABORATORIES, PHOENIX, 
AZ. FILED 4-8-1996. 


VETPRODLABS.COM 


FOR PROVIDING INFORMATION REGARDING ANI- 
MALS AND THE USE OF PRODUCTS INTENDED FOR 
THEIR CARE, VIA A GLOBAL COMPUTER NETWORK 
(U.S. CLS. 100 AND 101). 


SN 75-085,981. SANDY WILBUR MUSIC INC., LARCH- 
MONT, NY. FILED 4-8-1996. 


FOR CONSULTATION SERVICES IN THE FIELD OF 
MUSICOLOGY RENDERED TO ATTORNEYS, ADVER- 
TISERS AND MUSIC ENTERTAINMENT PROFESSION- 
ALS (U.S. CLS. 100 AND 101). 

FIRST USE 3-19-1996; IN COMMERCE 3-19-1996. 


SN 75-086,202. CORPORATE COMMUNICATIONS GROUP, 
INC., OVERLAND PARK, KS. FILED 4-10-1996. 


IS IT GOOD FOR THE 
CHILDREN? 


FOR PROMOTING PUBLIC AWARENESS OF AN AP- 
PRECIATION FOR THE NEEDS OF CHILDREN IN A 
COMMUNITY (U.S. CLS. 100 AND 101). 
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SN 75-086,408. TORO COMPANY, THE, BLOOMINGTON, 
MN. FILED 4-10-1996. 


THE MARK CONSISTS OF THE STYLIZED LETTERS 
“NSN”. 

FOR COMPUTER CONSULTING SERVICES RELATING 
TO COMPUTERIZED CONTROLLERS FOR UNDER- 
GROUND AUTOMATIC TURF IRRIGATION SYSTEMS 
(U.S. CLS. 100 AND 101). 

FIRST USE 11-0-1991; IN COMMERCE 11-0-1991. 


SN 75-086,789. SPIKERS BEACH CLUB, CHANHASSEN, 
MN. FILED 4-10-1996. 


SPIKERS BEACH CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEACH CLUB”, APART FROM THE MARK AS 
SHOWN. 

FOR RESTAURANT AND RETAIL APPAREL STORE 
UTILIZING A VOLLEYBALL MOTIF AND OFFERING 
INDOOR AND OUTDOOR SAND VOLLEYBALL COURTS 
FOR ORGANIZED PLAY (U.S. CLS. 100 AND 101). 


SN 75-089,192. SOFTWARE MANAGEMENT, INC., PITTS- 
BURGH, PA. FILED 4-9-1996. 


BUREAU 2000 


FOR COMPUTER SOFTWARE CONSULTING SERV- 
ICES (U.S. CLS. 100 AND 101). 
FIRST USE 6-3-1992; IN COMMERCE 6-3-1992. 


SN 75-091,690.. SANDOLLAR CORPORATION, HUNTS- 
VILLE, AL. FILED 4-19-1996. 


SANDOLLAR TANNING 
RESORTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TANNING RESORTS”, APART FROM THE MARK 
AS SHOWN. 

FOR PROVIDING ARTIFICIAL TANNING SALON 
SERVICES (U.S. CLS. 100 AND 101). 
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SN 75-093,696. COMMISSION ON SECONDARY SCHOOLS, 
PHILADELPHIA, PA. FILED 4-22-1996. 


Accreditat on 


For 


GROWIH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ACCREDITATION”, APART FROM THE MARK AS 
SHOWN. 

FOR EVALUATION AND ACCREDITATION SERV- 
ICES, NAMELY, EVALUATING EDUCATIONAL STAND- 
ARDS AND PRACTICES FOR ELEMENTARY, SECOND- 
ARY, AND HIGHER EDUCATION INSTITUTIONS (U.S. 
CLS. 100 AND 101). 

FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


SN 75-094,161. SECURICOR WIRELESS NETWORKS, INC., 
REDMOND, WA. FILED 4-25-1996. 


METAPATH 


FOR CONSULTING RELATING TO COMPUTER 
HARDWARE AND SOFTWARE IN THE FIELD OF COM- 
MUNICATIONS AND UPDATING OF COMPUTER COM- 
MUNICATIONS SOFTWARE FOR THIRD PARTIES (U.S. 
CLS. 100 AND 101). 


SN 75-094,281. QVC, INC., WEST CHESTER, PA. FILED 
4-25-1996. 


URBAN LINEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LINEN”, APART FROM THE MARK AS SHOWN. 

FOR HOME SHOPPING SERVICES IN THE FIELD OF 
CLOTHING BY MEANS OF TELEVISION (U.S. CLS. 100 
AND 101). 

FIRST USE 4-9-1996; IN COMMERCE 4-9-1996. 


SN 75-095,383. A. D. DIXON, INC., LUFKIN, TX. FILED 
4-29-1996. 


I TOTE THE NOTE 


FOR RETAIL FURNITURE STORE SERVICES (US. 
CLS. 100 AND 101). 
FIRST USE 8-0-1990; IN COMMERCE 8-0-1990. 
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SN 75-095,966. CHAMPION INTERNATIONAL CORPORA- 
TION, STAMFORD, CT. FILED 4-29-1996. 


SETTING THE STANDARD 


FOR SERVICES IN THE FIELD OF FOREST RE- 
SOURCE MANAGEMENT (U.S. CLS. 100 AND 101). 
FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 


SN 75-097,255. SKID CAR USA, INC., PORTLAND, OR. 
FILED 5-1-1996. 


SKIDCAR SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEM”, APART FROM THE MARK AS SHOWN. 

FOR DISTRIBUTORSHIP IN THE FIELD OF LOW 
TRACTION EQUIPMENT FOR VEHICLE DRIVER 
TRAINING PROGRAMS (U.S. CLS. 100 AND 101). 

FIRST USE 3-0-1996; IN COMMERCE 3-0-1996. 


SN 75-097,670. EINSTEIN BROS. BAGELS, INC., GOLDEN, 
CO. FILED 5-2-1996. 


BAGEL CORPORATION OF 
AMERICA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CORPORATION OF AMERICA”, APART FROM 
THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 


SN 75-098,903. QVC, INC., WEST CHESTER, PA. FILED 
5-6-1996. 


HEARTFELT & HAND- 
CRAFTED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HAND-CRAFTED”, APART FROM THE MARK AS 
SHOWN. 

FOR HOME SHOPPING SERVICES THROUGH THE 
USE OF TELEVISION IN THE FIELD OF GENERAL 
MERCHANDISE (U.S. CLS. 100 AND 101). 


SN 75-099,187. SEATTLE PACIFIC INDUSTRIES, INC., SE- 
ATTLE, WA. FILED 3-6-1996. 


SUPPLIES 


OWNER OF U.S. REG. NO. 1,690,254. 
FOR RETAIL CLOTHING STORE SERVICES (U.S. CLS. 
100 AND 101). 
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SN 75-099,313. SUNCRAFT TECHNOLOGIES, INC., NA- 
PERVILLE, IL. FILED 5-6-1996. 


Salyer 


“>) TECHNOLOGIES, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TECHNOLOGIES, INC.”, APART FROM THE 
MARK AS SHOWN. 

FOR PRINTED SERVICES, NAMELY, COMMERCIAL 
HIGH-SPEED PRINTING OF MAGAZINES AND ADVER- 
TISING MATERIAL (U.S. CLS. 100 AND 101). 

FIRST USE 1-1-1994; IN COMMERCE 1-1-1994. 


SN 75-099,748. SALT RIVER PROJECT AGRICULTURAL 
IMPROVEMENT AND POWER DISTRICT, TEMPE, AZ. 
FILED 4-22-1996. 


SRP DELIVERING MORE 
THAN POWER 


FOR PROMOTING PUBLIC AWARENESS OF THE 
NEED FOR EFFICIENT ENERGY AND WATER USAGE, 
AND ELECTRICAL AND WATER SAFETY, PROMOTING 
PUBLIC AWARENESS OF THE NEED FOR VOLUNTEER 
SUPPORT OF NONPROFIT ORGANIZATIONS, PROMOT- 
ING PUBLIC AWARENESS OF ECONOMIC AND BUSI- 
NESS DEVELOPMENT ISSUES (U.S. CLS. 100 AND 101). 

FIRST USE 10-1-1995; IN COMMERCE 10-1-1995. 


SN 75-100,207. DIVERSIFIED PHARMACEUTICAL SERV- 
ICES, INC., EDINA, MN. FILED 5-7-1996. 


INFORMED DECISIONS 
INSIGHTS 


FOR HEALTHCARE MANAGEMENT SERVICES IN 
THE FIELD OF DISEASE MANAGEMENT (U.S. CLS. 100 
AND 101). 

FIRST USE 7-23-1996; IN COMMERCE 7-23-1996. 
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SN 75-102,711. CHRISTIAN ASSOCIATION OF PRIME- 
TIMERS, ST. CHARLES, IL. FILED 5-13-1996. 


Christian Association of 


elimers 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CHRISTIAN ASSOCIATION OF”, APART FROM 
THE MARK AS SHOWN. 

FOR ASSOCIATION SERVICES TO PROMOTE THE 
WELL-BEING OF CHRISTIAN SENIOR CITIZENS (U.S. 
CLS. 100 AND 101). 

FIRST USE 8-1-1994; IN COMMERCE 8-1-1994. 


SN 75-102,712. CHRISTIAN ASSOCIATION OF PRIME- 
TIMERS, ST. CHARLES, IL. FILED 5-13-1996. 


FOR ASSOCIATION SERVICES TO PROMOTE THE 
WELL-BEING OF CHRISTIAN SENIOR CITIZENS (U.S. 
CLS. 100 AND 101). 

FIRST USE 8-1-1994; IN COMMERCE 8-1-1994. 


SN 75-103,118. CLEAN AIR TRUST, INC., THE, WASHING- 
TON, DC. FILED 5-13-1996. 


CLEAN AIR TRUST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLEAN AIR”, APART FROM THE MARK AS 
SHOWN. 

FOR ASSOCIATION SERVICES, NAMELY, PROMOT- 
ING THE PUBLIC INTEREST OF CLEAN AIR THROUGH 
THE DISTRIBUTION OF INFORMATION AND THE SUP- 
PORT OF CITIZEN ACTION GROUPS (U.S. CLS. 100 AND 
101). 

FIRST USE 5-4-1995; IN COMMERCE 5-4-1995. 
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SN 75-103,868. CONNECT SYSTEMS, INC., NEW YORK, 
NY. FILED 5-14-1996. 


CONNECTDATA 


FOR RETAIL STORE SERVICES IN THE FIELD OF 
COMPUTER SOFTWARE; DESIGN AND DEVELOPMENT 
OF COMPUTER SOFTWARE FOR OTHERS; AND COM- 
PUTER SOFTWARE CONSULTING SERVICES (U.S. CLS. 
100 AND 101). 


SN 75-104,305. HILTON HOTELS CORPORATION, BEVER- 
LY HILLS, CA. FILED 5-15-1996. 


AMERICA’S HOTEL 
ADDRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICA’S”, APART FROM THE MARK AS 
SHOWN. 

FOR HOTEL SERVICES (U.S. CLS. 100 AND 101). 


SN 75-104,365. HSP VERIFIED, INC., WASHINGTON, DC. 
FILED 5-15-1996. 


CVNET 


FOR RESEARCH AND VERIFICATION OF CREDEN- 
TIALS OF HEALTH CARE PROVIDERS; AND PROVID- 
ING ACCESS TO A COMPUTER DATABASE PERTAIN- 
ING OF HEALTH CARE PROVIDERS’ CREDENTIALS 
(U.S. CLS. 100 AND 101). 


SN 75-104,368. HSP VERIFIED, INC., WASHINGTON, DC. 
FILED 5-15-1996. 


HSP VERIFIED 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VERIFIED”, APART FROM THE MARK AS 
SHOWN. 

FOR RESEARCH AND VERIFICATION OF CREDEN- 
TIALS OF HEALTH CARE PROVIDERS; AND PROVID- 
ING ACCESS TO A COMPUTER DATABASE PERTAIN- 
ING TO HEALTH CARE PROVIDERS’ CREDENTIALS 
(U.S. CLS. 100 AND 101). 


SN 75-104,831. CARO HEALTH & WEIGHT MANAGE- 
MENT INC., VANCOUVER, BRITISH COLUMBIA, 
CANADA, FILED 5-15-1996. 


IC CARO 


FOR WEIGHT MANAGEMENT CLINIC SERVICES (U.S. 
CLS. 100 AND 101). 
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SN 75-104,832. CARO HEALTH & WEIGHT MANAGE- 
MENT INC., VANCOUVER, BRITISH COLUMBIA, 
CANADA, FILED 5-15-1996. 


IC CARO CLINIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLINIC”, APART FROM THE MARK AS SHOWN. 

FOR WEIGHT MANAGEMENT CLINIC SERVICES (U.S. 
CLS. 100 AND 101). 


SN 75-105,195. GREAT AMERICAN BAGEL ENTER- 
PRISES, INC., THE, WESTMONT, IL. FILED 5-16-1996. 


OWNER OF U.S. REG. NC. 1,882,384. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAGEL”, APART FROM THE MARK AS SHOWN. 

FOR WHOLESALE DISTRIBUTORSHIPS AND RETAIL 
SHOPS FEATURING BAGELS (U.S. CLS. 100 AND 101). 


SN 75-105,707. CATALYTIC DISTILLATION TECHNOL- 
OGIES, PASADENA, TX. FILED 5-17-1996. 


CATSTILL 


FOR CHEMICAL RESEARCH DEVELOPMENT AND 
CONSULTATION SERVICES, SPECIFICALLY RENDER- 
ING ASSISTANCE TO THE CHEMICAL AND REFINING 
INDUSTRIES IN PROCESS SELECTION AND DESIGN IN 
THE FIELD OF CONCURRENT CHEMICAL REACTIONS 
AND SEPARATION TO RECOVER OLEFINS FROM 
WASTE GASES BY REACTION WITH AROMATIC COM- 
POUNDS TO PRODUCE ALKYL AROMATIC COM- 
POUNDS (U.S. CLS. 100 AND 101). 

FIRST USE 5-18-1990; IN COMMERCE 5-18-1990. 
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SN 75-105,961. WILLET-SHORE LTD., PORT CHESTER, 
NY. FILED 5-17-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOUSE”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT AND CATERING SERVICES (U.S. 
CLS. 100 AND 101). 

FIRST USE 6-7-1989; IN COMMERCE 6-7-1989. 


SN 75-106,008. DARE TO BARE, INC., FRISCO, TX. FILED 
5-17-1996. 


DARE TO BARE 


FOR SALONS FEATURING SKIN CARE, HAIR CARE, 
AND TANNING SERVICES (U.S. CLS. 100 AND 101). 


SN 75-106,344. WALLS, JANE, DBA ROSEHILL RANCH, 
TOMBALL, TX. FILED 5-20-1996. 


SHOWCASE COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

FOR BREEDING LIVE MINIATURE ANIMALS, 
NAMELY, SHOW HORSES (U.S. CLS. 100 AND 101). 

FIRST USE 4-12-1996; IN COMMERCE 4-12-1996. 
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SN 75-106,349. JAN’S LTD., PARK CITY, UT. FILED 
5-20-1996. 


OWNER OF U.S. REG. NOS. 1,872,546 AND 1,873,908. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MOUNTAIN OUTFITTERS”, APART FROM THE 
MARK AS SHOWN. 

THE STIPPLING IN THE MARK IS FOR SHADING 
PURPOSES ONLY AND IS NOT INTENDED TO INDI- 
CATE COLOR. 

FOR RETAIL STORE AND RENTAL SERVICES IN 
THE FIELDS OF RECREATIONAL EQUIPMENT AND 
WEARING APPAREL (U.S. CLS. 100 AND 101). 

FIRST USE 8-0-1980; IN COMMERCE 8-0-1980. 


SN 75-106,738. CIRCLE K STORES INC., PHOENIX, AZ. 
FILED 5-20-1996. 


FRESH ASSEMBLIES 


FOR CONVENIENCE STORE SERVICES, FEATURING, 
A FOOD SEASONING BAR WHERE CONDIMENTS, SEA- 
SONINGS, RELISHES, PICKLES, SPICES AND THE LIKE 
ARE AVAILABLE FOR USE BY CUSTOMERS TO ADD 
FLAVOR, TASTE AND ZEST TO FOOD PRODUCTS (U.S. 
CLS. 100 AND 101). 


SN 75-107,624. CHOICECARE HEALTH PLANS, INC., CIN- 
CINNATI, OH. FILED 5-21-1996. 


primary 


A@ceEé s 


FOR PREPAID AND SELF-FUNDED HEALTH CARE 


SERVICES IN THE FORM OF A HEALTH MAINTE- 


NANCE ORGANIZATION (U.S. CLS. 100 AND 101). 
FIRST USE 3-0-1996; IN COMMERCE 3-0-1996. 
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SN 75-108,527. FRED W. ALBRECHT GROCERY COMPA- 
NY, THE, AKRON, OH. FILED 5-23-1996. 


FSO 


FOR RETAIL GROCERY STORES (U.S. CLS. 100 AND 
101). 


SN 75-108,628. NUTRITIONAL LIFE, INC., BEVERLY 
HILLS, CA. FILED 5-23-1996. 


THE DOCTOR IS IN 


FOR PROVIDING MEDICAL INFORMATION BY TELE- 
PHONE (U.S. CLS. 100 AND 101). 
FIRST USE 3-9-1996; IN COMMERCE 3-9-1996. 


SN 75-108,711. COFFEE BEANERY, LTD., THE, FLINT, 
MI. FILED 5-23-1996. 


Ss 


*_e ” 


FOR RETAIL STORE SERVICES FEATURING 
COFFEE, TEA, HERBS AND SPICES, AND COFFEE AND 
TEA ACCESSORIES (U.S. CLS. 100 AND 101). 

FIRST USE 9-15-1995; IN COMMERCE 9-15-1995. 


SN 75-108,862. COUNTRY STAR RESTAURANTS, INC., 
LOS ANGELES, CA. FILED 5-23-1996. 


IT AIN’T COUNTRY ’TIL IT 
COOKS! 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
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SN 75-109,284. CABLE & CONNECTOR WAREHOUSE, 
INC., IRVING, TX. FILED 5-24-1996. 


FOR WHOLESALE STORES FEATURING DATA HAN- 
DLING, STORAGE, RETRIEVAL AND TRANSMISSION 
PRODUCTS AND TELECOMMUNICATIONS PRODUCTS 
(U.S. CLS. 100 AND 101). 

FIRST USE 0-0-1982; IN COMMERCE 0-0-1982. 


SN 75-110,073. YAVAPAI-PRESCOTT INDIAN TRIBE, 
PRESCOTT, AZ. FILED 5-28-1996. 


THE LINING ON THE DRAWING IS A FEATURE OF 
THE MARK AND IS NOT INTENDED TO INDICATE 
COLOR. 

THE MARK IS COMPRISED OF A SIX-POINTED STAR 
DESIGN WITH HUMAN AND ANIMAL FIGURES. 

THE DESIGN REPRESENTS THE “FOURTH WORLD”. 

FOR ASSOCIATION SERVICES, NAMELY, PROMOT- 
ING THE INTERESTS AND WELFARE OF MEMBERS OF 
THE YAVAPAI-PRESCOTT INDIAN TRIBE (U.S. CLS. 100 
AND 101). 

FIRST USE 6-7-1935; IN COMMERCE 6-7-1935. 
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SN 75-111,106. CINMAR, L.P., LEBANON, OH. FILED 
5-28-1996. 


SPLASH 


FOR RETIAL MAIL ORDER SERVICES FEATURING 
DISTINCTIVE POOL AND OUTDOOR PRODUCTS (U.S. 
CLS. 100 AND 101). 

FIRST USE 5-15-1996; IN COMMERCE 5-15-1996. 


SN 75-111,116. HOMECARE AMERICA SUPPLY CO., INC., 
WEST ISLIP, NY. FILED 5-28-1996. 


FOR RETAIL STORE SERVICES IN THE FIELD OF 
MEDICAL HOMECARE EQUIPMENT AND SURGICAL 
SUPPLIES (U.S. CLS. 100 AND 101). 


SN 75-113,177. J. EDWARD CONNELLY ASSOCIATES, 
INC., PITTSBURGH, PA. FILED 6-3-1996. 


TREASURES 


FOR WHOLESALE AND RETAIL STORES FEATUR- 
ING VATICAN ARTIFACT REPRODUCTIONS AND 
MEMORABILIA (U.S. CLS. 100 AND 101). 
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SN 75-113,954. ENVIRO VISION, 
FILED 6-3-1996. 


INC., CONROE, TX. 


ENVIRO VISION 


FOR ENVIRONMENTAL ENGINEERING SERVICES; 
CONSULTING SERVICES IN THE FIELD OF RECY- 
CLING OF MATERIALS; TESTING SERVICES FOR MA- 
TERIALS, NAMELY, WATER AND SOIL; AND DESIGN 
OF EQUIPMENT AND PROCEDURES USED FOR THE 
PURPOSES OF RECYCLING MATERIALS (U.S. CLS. 100 
AND 101). 

FIRST USE 1-19-1995; IN COMMERCE 4-9-1995. 


SN 75-114,310. WORLDWIDE SYSTEMS, 
RATON, FL. FILED 6-3-1996. 


INC., BOCA 


TROPICANA 


FOR COMPUTER CONSULTATION SERVICES; COM- 
PUTER PROGRAMMING SERVICES FOR OTHERS; COM- 
PUTER SOFTWARE DESIGN FOR OTHERS; COMPUTER 
SYSTEMS DESIGN FOR OTHERS, NAMELY, OPERAT- 
ING SYSTEMS, GENERAL BUSINESS SYSTEMS, LOCAL 
AREA NETWORK SYSTEMS, AND ENGINEERING/SCI- 
ENTIFIC SYSTEMS (U.S. CLS. 100 AND 101). 


SN 75-115,037. KROZER, MICHAEL, FREEHOLD, NJ. 
FILED 6-6-1996. 





_ AllofUs 





FOR ON-LINE OPINION EXCHANGE DATABASE 
SERVICE (U.S. CLS. 100 AND 101). 
FIRST USE 5-29-1996; IN COMMERCE 5-29-1996. 


SN 75-115,983. FLATS GRILLE, INC., MILFORD, MI. 
FILED 6-5-1996. 


FLATS GRILLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GRILLE”, APART FROM THE MARK AS SHOWN. 
FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
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SN 75-117,672. DESIGNSITE, L.L.C., ATLANTA, GA. 
FILED 6-12-1996. 


DESIGNSITE 


FOR COMPUTER CONSULTING SERVICES AND COM- 
PUTER SITE DESIGN SERVICES (U.S. CLS. 100 AND 101). 


SN 75-117,967. FOLEY, HOAG & ELIOT LLP, BOSTON, 
MA. FILED 6-12-1996. 


FOLEY, HOAG & ELIOT 


FOR LEGAL SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 11-1-1945; IN COMMERCE 11-1-1945. 


SN 75-118,373. WATER SYSTEMS COUNCIL, GLEN 
ELLYN, IL. FILED 6-13-1996. 


naturally better 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WELL WATER”, APART FROM THE MARK AS 
SHOWN. 

FOR ASSOCIATION SERVICES, NAMELY, PROMOT- 
ING THE INTERESTS OF THE WATER SYSTEMS IN- 
DUSTRY; AND PROMOTING PUBLIC AWARENESS OF 
THE NEED FOR WELL WATER (U.S. CLS. 100 AND i101). 

FIRST USE 0-0-1984; IN COMMERCE 0-0-1984. 


SN 75-118,690. KELLOGG, TOM, SNELLVILLE, GA. AND 
KELLOGG, KATHRYN, SNELLVILLE, GA. FILED 
5-31-1996. 


MR. CROMBIE’S 


FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
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SN 75-119,106. DAWSON, MICHAEL O., ASHEVILLE, NC. 
FILED 6-14-1996. 


A COOK’S GALLERY FOR 
THE ART OF GOOD TASTE 


FOR RETAIL GOURMET KITCHENWARE STORES 
AND MAIL ORDER CATALOG SERVICES FEATURING 
GOURMET KITCHENWARE (U.S. CLS. 100 AND 101). 


SN 75-120,227. MECKLERMEDIA CORPORATION, WEST- 
PORT, CT. FILED 6-17-1996. 


INFOCACHE 


FOR COMPUTER SERVICES, NAMELY, PROVIDING 
ON-LINE MAGAZINES, MAGAZINE SUPPLEMENTS, 
BOOKS AND DIRECTORIES, IN THE FIELD OF INFOR- 
MATION TECHNOLOGY (U.S. CLS. 100 AND 101). 

FIRST USE 6-6-1996; IN COMMERCE 6-6-1996. 


SN 75-120,507. WEISS, GARY, DBA IXIA, SAN FRANCIS- 
CO, CA. FILED 6-17-1996. 


IXIA 


FOR RETAIL FLORIST SHOP SERVICES (U.S. CLS. 100 
AND 101). 
FIRST USE 11-15-1983; IN COMMERCE 11-15-1983. 


SN 75-121,344. POWERHOUSE ENGINE COMPONENTS, 
INC., BAKERSFIELD, CA. FILED 6-3-1996. 


POWERPLANT 


FOR DISTRIBUTORSHIP SERVICES FOR ENGINE 
COMPONENTS, SPECIFICALLY AUTO PARTS (U.S. CLS. 
100 AND 101). 

FIRST USE 5-21-1996; IN COMMERCE 5-21-1996. 
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SN 75-122,053. KOWALSKI, NANCY J., DBA AMERICAN 
SIGN LANGUAGE INTERPRETERS, ROCKVILLE, MD. 
FILED 6-19-1996. 


American Sign Language Interpreters 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICAN SIGN LANGUAGE INTERPRETERS”, 
APART FROM THE MARK AS SHOWN. 

FOR INTERPRETING/TRANSLATING SPOKEN LAN- 
GUAGE INTO SIGN LANGUAGE FOR THE HEARING 
IMPAIRED (U.S. CLS. 100 AND 101). 

FIRST USE 10-1-1995; IN COMMERCE 10-1-1995. 


SN 75-122,501. WOLD, JACOBS & JOHNSON, P.A., MINNE- 
APOLIS, MN. FILED 6-20-1996. 


HORIZON 


FOR LEGAL SERVICES OF INTEREST TO SENIOR 
CITIZENS AND THEIR FAMILIES IN THE AREAS OF 
ESTATE PLANNING, MEDICAL ASSISTANCE, TRUSTS 
AND CONSERVATORSHIPS (U.S. CLS. 100 AND 101). 

FIRST USE 5-31-1996; IN COMMERCE 5-31-1996. 


SN 75-124,114. MOOVIES, INC., GREENVILLE, SC. FILED 
6-24-1996. 


ANYTIME’S A GREAT TIME 
FOR MOOVIES 


OWNER OF U.S. REG. NOS. 
OTHERS. 

FOR RETAIL STORES, NAMELY, THE SALE OF 
CLOTHING, VIDEOS, TOYS, CUPS AND FOOD (U.S. CLS. 
100 AND 101). 


1,815,522, 1,924,919 AND 


SN 75-124,738. DAKA, 
6-24-1996. 


INC., DANVERS, MA. FILED 


PYRAMID PETE 


FOR NUTRITIONAL COUNSELING PROGRAM COM- 
PRISING INFORMATIONAL MATERIAL DISPLAYED 
AND DISTRIBUTED THROUGH INSTITUTIONAL MEAL 
SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 9-0-1994; IN COMMERCE 9-0-1994. 
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SN 75-126,375. WARREN TOOL GROUP, INC., PALATINE, 
IL. FILED 6-27-1996. 


WARREN TOOL GROUP 


OWNER OF U.S. REG. NOS. 886,655 AND 1,920,440. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TOOL GROUP”, APART FROM THE MARK AS 
SHOWN. 

FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
TOOLS (U.S. CLS. 100 AND 101). 

FIRST USE 11-i-1983; IN COMMERCE 11-1-1983. 


SN 75-126,464. AUTONATION INCORPORATED, FT. LAU- 
DERDALE, FL. FILED 6-26-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “USA”, APART FROM THE MARK AS SHOWN. 

FOR AUTOMOBILE DEALERSHIP SERVICES (U.S. 
CLS. 100 AND 101). 


SN 75-126,470. AUTONATION INCORPORATED, FT. LAU- 
DERDALE, FL. FILED 6-26-1996. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “USA”, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS GREEN, 
RED AND BLUE. 

FOR AUTOMOBILE DEALERSHIP SERVICES (US. 
CLS. 100 AND 101). 
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SN 75-126,708. PARTNER PROVIDER HEALTH INC., 
SOUTHFIELD, MI. FILED 6-28-1996. 


VISIONMED PROVIDERS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROVIDERS”, APART FROM THE MARK AS 
SHOWN. 

FOR HEALTH CARE SERVICES IN THE NATURE OF 
MANAGED CARE (U.S. CLS. 100 AND 101). 


SN 75-126,980. PILTCH, APRIL DAWN, DBA A.D.P 
MOTORS, LTD., CANOGA PARK, CA. FILED 6-28-1996. 


WE SELL WORKING CARS 
FOR WORKING PEOPLE 


FOR USED CAR DEALERSHIP (U.S. CLS. 100 AND 101). 
FIRST USE 6-1-1996; IN COMMERCE 6-1-1996. 


SN 75-129,366. PALERMO’S PIZZA, INC., OAKLAWN, IL. 
FILED 7-3-1996. 


ty 
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FOR RESTAURANT, PREPARED FOOD CARRYOUT 
AND FOOD CATERING SERVICES (U.S. CLS. 100 AND 
101). 

FIRST USE 4-0-1990; IN COMMERCE 4-0-1990. 


SN 75-132,072. PRUZANSKY, MARK, 
FILED 7-10-1996 


NEW YORK, NY. 


PHASTI 


OWNER OF U.S. REG. NO. 1,757,404. 

“PHASTI” IS AN ACRONYM AND HAS NO ENGLISH 
TRANSLATION. 

FOR MEDICAL SERVICES, NAMELY, ORTHOPAE- 
DICS; ORTHOPAEDIC SURGERY; HAND SURGERY; 
PLASTIC SURGERY OF ARMS, LEGS, AND TORSO; MI- 
CROSURGERY; SPORTS MEDICINE: REHABILITATION 
THERAPY; AND OCCUPATIONAL THERAPY (U.S. CLS. 
100 AND 101). 

FIRST USE 3-13-1992; IN COMMERCE 3-13-1992. 
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CLASS 42—(Continued). 


SN 75-133,062. MEREDITH CORPORATION, DES MOINES, 
IA. FILED 7-12-1996. 


BETTER HOMES AND 
GARDENS FLORAL & 
NATURE CRAFTS 


OWNER OF U.S. REG. NO. 1,917,272. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLORAL” OR “NATURE CRAFTS”, APART FROM 
THE MARK AS SHOWN. 

FOR RETAIL OUTLET SERVICES IN THE FIELD OF 
FLORAL AND CRAFTING SUPPLIES (U.S. CLS. 100 AND 
101). 

FIRST USE 1-29-1996; IN COMMERCE 1-29-1996. 


SN 75-133,633. PRIME TIME RADIO, INC., TAMPA, FL. 
FILED 7-15-1996. 


MEDIA ALERT 


FOR PROVIDING REAL TIME TRAFFIC INFORMA- 
TION VIA RADIO AND GLOBAL COMPUTER NET- 
WORKS (U.S. CLS. 100 AND 101). 


SN 75-135,715. P.P.L., INC., FAYETTEVILLE, GA. FILED 
7-15-1996. 


STEVI B’S PIZZA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PIZZA”, APART FROM THE MARK AS SHOWN. 

“STEVI B” IS A FANCIFUL NAME AND DOES NOT 
REFER TO A LIVING INDIVIDUAL. 

FOR PIZZA RESTAURANT SERVICES (U.S. CLS. 100 
AND 101). 


SN 75-136,595. WORLD WIDE PARTS AND ACCESSORIES 
CORPORATION, NEWARK, CA. FILED 7-19-1996. 


i 
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FOR DISTRIBUTORSHIP SERVICES IN THE FIELD OF 
AUTOMOTIVE PARTS AND ACCESSORIES (U.S. CLS. 100 
AND 101). 

FIRST USE 1-3-1995; IN COMMERCE 1-3-1995. 
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SN 75-136,618. PALM BEACH TAN, INC., DALLAS, TX. 
FILED 7-19-1996. 


SELLING SUNSHINE 


FOR TANNING SALON SERVICES (U.S. CLS. 100 AND 
101). 
FIRST USE 2-0-1995; IN COMMERCE 2-0-1995. 


SN 75-138,678. DJAHANGUIRI, BAHMAN M., CHICAGO, 
IL. FILED 7-23-1996. 


FOR RESTAURANT AND LOUNGE SERVICES (U.S. 
CLS. 100 AND 101). 
FIRST USE 11-18-1981; IN COMMERCE 11-18-1981. 


SN 75-142,808. POCOTEX HOLDINGS LTD., VANCOU- 
VER, BRITISH COLUMBIA, CANADA, FILED 
7-31-1996. 


MINI CAR 


FOR RETAIL CLOTHING STORE SERVICES (U.S. CLS. 
100 AND 101). 
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SN 75-975,363. TECHNOLOGY PROPERTIES, INC., FORT 
WORTH, TX. FILED 7-20-1995. 


RadioShack 


OWNER OF U.S. REG. 
OTHERS. 

FOR RETAIL STORE SERVICES AND MAIL ORDER 
RETAIL SERVICES IN THE FIELD OF RADIO AND 
SOUND REPRODUCTION EQUIPMENT, NAMELY 
STEREO SYSTEMS, SPEAKERS, PHONOGRAPHS, AM- 
PLIFIERS, TUNERS, PUBLIC ADDRESS AMPLIFIERS, 
ELECTRONIC KEYBOARDS, ENTERTAINMENT LIGHT- 
ING, MICROPHONES, WIRELESS MICROPHONES, 
HEADPHONES, MIXERS, BLANK AUDIO AND VIDEO 
TAPE, COMPACT DISCS, STEREO CARTRIDGES AND 
STYLUS; EQUALIZERS, COMPACT DISC PLAYERS, 


NOS. 679,519, 1,707,423 AND 
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RADIOS, RECEIVERS, RACK SYSTEMS; ELECTRICAL 
AND ELECTRONIC DEVICES, NAMELY ALTERNATE 
CURRENT AND DIRECT CURRENT POWER ADAPT- 
ERS, CONNECTORS, FUSES, INTEGRATED CIRCUITS, 
MULTITESTERS, POWER SUPPLIES, SWITCHES, TEST 
EQUIPMENT AND WIRE AND CABLE; COMPUTER 
HARDWARE, FURNITURE, SOFTWARE AND PERIPH- 
ERALS FOR SCHOOL, HOME, SCIENCE AND BUSINESS 
USAGE; ANTENNAS, NAMELY TELEVISION, AUTO, 
CITIZENS BAND AND SATELLITE; LASER VISION 
PLAYERS; SATELLITE RECEIVERS, FEEDHORNS, 
LOW-NOISE BLOCKS AND LOW-NOISE AMPLIFIERS 
FOR SATELLITES; ANTENNA MOUNTING HARDWARE, 
TELEVISION/VIDEO SWITCHING DISTRIBUTION 
EQUIPMENT; AUDIO/VIDEO SIGNAL PROCESSORS; 
CELLULAR TELEPHONES; TELEPHONES AND TELE- 
PHONE ACCESSORIES; PAGERS; HOME SECURITY SYS- 
TEMS; AUTO SECURITY SYSTEMS; SCANNERS, CALCU- 
LATORS; HAND TOOLS; BATTERIES; BATTERY CHAR- 
GERS; ELECTRONIC AND RADIO-CONTROLLED TOYS; 
VIDEO CASSETTE RECORDERS; VIDEO CAMERA RE- 
CORDERS; OFFICE EQUIPMENT, NAMELY FACSIMILE 
MACHINES, PENCIL SHARPENERS, AND COPIERS; 
REMOTE CONTROL SYSTEMS, REMOTE CONTROL 
SWITCHES; INTERCOMS; TELEVISIONS; RADAR DE- 
TECTORS; AUTOMOBILE COMPACT DISC PLAYERS; 
AMATEUR RADIO TRANSCEIVERS AND ACCESSO- 
RIES, MARINE RADIO TRANSCEIVERS AND ACCESSO- 
RIES; CITIZENS BAND RADIOS, TRANSCEIVERS AND 
RECEIVERS; FLASHLIGHTS; DATABANKS; TESTING 
EQUIPMENT; VACUUM TUBES; AND METAL DETEC- 
TORS (U.S. CLS. 100 AND 101). 
FIRST USE 8-17-1995; IN COMMERCE 8-17-1995. 


* * 





PRIOR UNITED STATES CLASSIFICATION 


APPLICATION IN ONE CLASS 


CERTIFICATION MARKS 


CLASS A—GOODS 


SN 74-405,014. SOFTWARE PUBLISHERS ASSN., INC., 
WASHINGTON, DC. ASSIGNEE OF MULTIMEDIA PC 
MARXETING COUNCIL, INC., WASHINGTON, DC. 


FILED 6-24-1993. 


THE CERTIFICATION MARK, AS USED BY PERSONS 
AUTHORIZED BY THE CERTIFIER TO INDICATE THAT 
THE PRODUCTS MEET SPECIFIC TECHNICAL AND 
COMPATIBILITY STANDARDS WITH RESPECT TO 
MULTIMEDIA COMPUTING. 

FOR COMPUTERS FOR MULTIMEDIA USE; COMPUT- 
ER PERIPHERAL DEVICES; AND COMPUTER PRO- 
GRAMS FOR USE WITH MULTIMEDIA COMPUTERS 
AND MANUALS SOLD THEREWITH. 

FIRST USE 5-17-1993; IN COMMERCE 5-17-1993. 


SN 74-405,015. SOFTWARE PUBLISHERS ASSN., INC., 
WASHINGTON, DC. ASSIGNEE OF MULTIMEDIA PC 
MARKETING COUNCIL, INC., WASHINGTON, DC. 
FILED 6-24-1993. 


Mullimedia PC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MULTIMEDIA PC”, APART FROM THE MARK AS 
SHOWN. 

THE CERTIFICATION MARK, AS USED BY THE CER- 
TIFIER OR PERSONS AUTHORIZED BY CERTIFIER TO 
INDICATE THAT THE PRODUCTS MEET SPECIFIC 
TECHNICAL AND COMPATIBILITY STANDARDS WITH 
RESPECT TO MULTIMEDIA COMPUTING. 

FOR COMPUTERS FOR MULTIMEDIA USE; COMPUT- 
ER PERIPHERAL DEVICES; AND COMPUTER PRO- 
GRAMS FOR USE WITH MULTIMEDIA COMPUTERS 
AND MANUALS SOLD THEREWITH. 

FIRST USE 5-17-1993; IN COMMERCE 5-17-1993. 


SN 74-609,257. ZELLINGOLD, ASHER, ST. PAUL, MN. 
FILED 12-9-1994. 


A CERTIFICATION OF “KASHRUT” (COMPLIANCE 
WITH JEWISH DIETARY LAW). THIS CERTIFICATION 
IS GIVEN TO ALL SECTORS OF THE FOOD INDUSTRY, 
NAMELY MANUFACTURERS OF INGREDIENTS, CON- 
SUMER FOOD PRODUCTS AND INSTITUTIONAL FOOD 
PRODUCTS. THIS CERTIFICATION IS ALSO GIVEN TO 
RESTAURANTS, HOTELS AND ANY OTHER PROVIDER 
OF FOOD SERVICES. 

FOR CONSUMER FOOD PRODUCTS AND INDUSTRI- 
AL FOOD PRODUCTS. 

FIRST USE 1-0-1984; IN COMMERCE 1-0-1984. 


SN 75-107,287. E. I DU PONT DE NEMOURS AND COM- 
PANY, WILMINGTON, DE. FILED 5-21-1996. 


HOLLOTHERM 


THE CERTIFICATION MARK, AS USED BY AMERI- 
CAN FIBER INDUSTRIES AUTHORIZED BY THE CERTI- 
FIER, CERTIFIES THAT THE GOODS WITH WHICH 
THE MARK IS ASSOCIATED MEET WITH THE CERTIFI- 
ER’S STANDARDS AS TO FIBER CONTENT, DENSITY 
AND PILE WEIGHT. 

FOR PILLOWS, MATTRESS PADS AND COMFORTERS. 

FIRST USE 12-7-1995; INCOMMERCE 12-7-1995. 





TRADEMARK REGISTRATIONS ISSUED 
PRINCIPAL REGISTER 
SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


CLASS 1—CHEMICALS 


2,028,105. ESTOL. UNICHEMA CHEMIE B.V., (U.S. CL. 6). 
SN 74-495,411. PUB. 7-2-1996. FILED 2-28-1994. 


2,028,165. “THE SCIENCE OF LIGHTING”. HIGH END 
SYSTEMS, INC., MULTIPLE CLASS, (INT. CLS. 1, 7, 9 
AND 11), (U.S. CLS. 1, 5, 6, 10, 13, 19, 21, 23, 26, 31, 34, 35, 
36, 38 AND 46). SN 74-604,313. PUB. 3-26-1996. FILED 
11-29-1994. 


2,028,193. UPSTATE BIOTECHNOLOGY INCORPORATED 
AND DESIGN. UPSTATE BIOTECHNOLOGY, INC., (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). SN 74~-639,934. PUB. 
10-15-1996. FILED 2-24-1995. 


2,028,287. AQUAWELD. DAP PRODUCTS INC., (U.S. CLS. 
1, 5, 6, 10, 26 AND 46). SN 74~-687,382. PUB. 10-15-1996. 
FILED 6-12-1995. 


2,028,430. PLANTACARE. HENKEL KOMMANDITGE- 
SELLSCHAFT AUF AKTIEN (HENKEL KGAA, (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). SN 74-724,317. PUB. 7-2-1996. 
FILED 8-28-1995. 


2,028,445. SUN COAST AND DESIGN. SUN COAST HOLD- 
INGS, INC., (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 
74-729,363. PUB. 10-15-1996. FILED 9-15-1995. 


2,028,476. A-1000. RAWLPLUG COMPANY, INC., THE, 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 75-000,513. PUB. 
10-15-1996. FILED 10-2-1995. 


2,028,559. ENDURABOND. BLAIR RUBBER COMPANY, 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 75-016,868. PUB. 
10-15-1996. FILED 10-19-1995. 


2,028,603. XENTRITE. CLEARWATER, INC., (U.S. CLS. 1, 
5, 6, 10, 26 AND 46). SN 75-023,188. PUB. 10-15-1996. 
FILED 11-22-1995. 


2,028,665. PLASTICURE. YANG, PETER, (U.S. CLS. 1, 5, 6, 
10, 26 AND 46). SN 75-034,342. PUB. 10-15-1996. FILED 
11-24-1995. 


2,028,864. AIR REPAIR. DELTATRAK, INC., (U.S. CLS. 1, 
5, 6, 10, 26 AND 46). SN 75-055,434. PUB. 10-15-1996. 
FILED 2-9-1996. 


2,028,947. MULTIPOSIT. SHIPLEY COMPANY, L.L.C., 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 75-061,996. PUB. 
10-15-1996. FILED 2-26-1996. 


2,028,950. PLIOTEC. GOODYEAR TIRE & RUBBER COM- 
PANY, THE, (U.S. CLS. 1, 5, 6, 10, 26 AND 46). SN 
75-062,517. PUB. 10-15-1996. FILED 2-26-1996. 


2,028,958. SLOWFADE. MOLECULAR PROBES, INC., (U.S. 
CLS. 1, 5, 6, 10, 26 AND 46). SN 75-063,108. PUB. 
10-15-1996. FILED 2-2-1996. 


2,029,000. SILFATE. SILTECH INC., (U.S. CLS. 1, 5, 6, 10, 26 
AND 46). SN 75-067,741. PUB. 10-15-1996. FILED 3-5-1996. 


2,029,001. SILTERIC. SILTECH INC., (U.S. CLS. 1, 5, 6, 10, 
26 AND 46). SN 75-067,744. PUB. 10-15-1996. FILED 
3-5-1996. 
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CLASS 2—PAINTS 


2,028,818. THURMALOX. DAMPNEY COMPANY, INC., 
(U.S. CLS. 6, 11 AND 16). SN 75-051,558. PUB. 10-15-1996. 
FILED 1-31-1996. 


2,028,972. PERMAKOTE, NATIONWIDE CHEMICAL 
COATING MANUFACTURERS, INC., (U.S. CLS. 6, 11 
AND 16). SN _ 75-064,036. PUB. 10-15-1996. FILED 
2-26-1996. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


2,028,082. MAURIZIO BONAS (STYLIZED) RICERCA 
S.R.L., (U.S. CL. 51). SN 74-374,287. PUB. 6-28-1994. 
FILED 3-12-1993. 


2,028,089. THE CRAFTSMAN ALS IK KAN AND DESIGN. 
COSSER, RONALD C., (U.S. CL. 52). SN 74-436,826. PUB. 
10-10-1995. FILED 9-17-1993. 


2,028,110. SMARTWASH. WHITING SYSTEMS, INC., MUL- 
TIPLE CLASS, (INT. CLS. 3 AND 7), (U.S. CLS. 1, 4, 6, 13, 
19, 21, 23, 31, 34, 35, 50, 51 AND 52). SN 74-503,219. PUB. 
10-15-1996. FILED 3-22-1994. 


2,028,145. EXCEL, PROPAC INDUSTRIES, INC., (U.S. CLS. 
1, 4, 6, 50, 51 AND 52). SN 74-569,927. PUB. 5-7-1996. 
FILED 9-6-1994. 


2,028,151. BLACK MAGIC, J. M. PRODUCTS, INC., (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). SN 74-586,566. PUB. 
6-25-1996. FILED 10-17-1994. 


2,028,160. DOCTOR DRAIN. WINSTON COMPANY, INC., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 74~-598,823. PUB. 
10-15-1996. FILED 11-14-1994. 


2,028,181. S&T BODYCARE LIPOSOMAL ACTIVE. CA 
BOTANA INTERNATIONAL, INC., (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). SN 74-629,316. PUB. 10-15-1996. FILED 
2-3-1995. 

2,028,194. HAZELINE. WELLCOME FOUNDATION LIM- 
ITED, THE, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 
74-640,597. PUB. 10-15-1996. FILED 3-1-1995. 


2,028,204. RUN-RITE AND DESIGN. CALIDAD AUTO 
TECH PRODUCTS, INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). SN 74-654,127. PUB. 10-15-1996. FILED 3-31-1995. 


2,028,302. EVA DIVINA AND DESIGN. EVA ESPANOLA, 
S.L., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 74-690,812. PUB. 
10-15-1996. FILED 6-19-1995. 


2,028,355. SUNBRELLAS. GLEN RAVEN MILLS, INC., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 74-703,897. PUB. 
10-15-1996. FILED 7-21-1995. 


2,028,413. VANGELIS. MUELHENS GMBH & CO. KG, (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). SN 74-719,029. PUB. 
10-15-1996. FILED 8-22-1995. 
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2,028,416. TRAFFIC WAX. S. C. JOHNSON & SON, INC., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 74-720,473. PUB. 
10-15-1996. FILED 8-16-1995. 

2,028,440. SPORICIDIN AND DESIGN. SCHATTNER, 
ROBERT I, DBA THE R. SCHATTNER COMPANY, 
MULTIPLE CLASS, (INT. CLS. 3 AND 5), (U.S. CLS. 1, 4, 
6, 18, 44, 46, 50, 51 AND 52). SN 74-726,840. PUB. 
10-15-1996. FILED 9-8-1995. 

2,028,512. SOLAR SUNCARE. SOLAR COSMETIC LABS, 
INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-009,115. 
PUB. 10-15-1996. FILED 10-23-1995. 

2,028,535. FRUISCIENCE, L’OREAL, A SOCIETE ANON- 
YME, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-013,932. 
PUB. 10-15-1996. FILED 11-2-1995. 

2,028,546. PROPHETISIMA. MALCOLM, CHRISTINE, 
DBA SANTA FE FRAGRANCE INC., (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). SN 75-015,122. PUB. 10-15-1996. FILED 
11-6-1995. 

2,028,553. SILKEASE. JEAN ALEXANDER COSMETICS, 
INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-015,957. 
PUB. 10-15-1996. FILED 11-7-1995. 

2,028,569. INSTANT SHINE. REDMOND PRODUCTS, INC., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-018,990. PUB. 
10-15-1996. FILED 11-13-1995. 

2,028,573. SOLEIL FRAGONARD AND DESIGN. PARFU- 
MERIE FRAGONARD, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
SN 75-019,524. PUB. 10-15-1996. FILED 11-14-1995. 

2,028,584. AMERITECH AND DESIGN. AMERITECH COR- 
PORATION, MULTIPLE CLASS, (INT. CLS. 3, 5, 6, 8, 9, 
11, 14 AND 16), (U.S. CLS. 1, 2, 4, 5, 6, 12, 13, 14, 18, 21, 22, 
23, 25, 26, 27, 28, 29, 31, 34, 36, 37, 38, 44, 46, 50, 51 AND 52). 
SN 75-020,484. PUB. 10-15-1996. FILED 11-15-1995. 

2,028,657. KOALA-T. SHERON, BOB M., MULTIPLE 
CLASS, (INT. CLS. 3, 18, 24 AND 25), (U.S. CLS. 1, 2, 3, 4, 
6, 22, 39, 41, 42, 50, 51 AND 52). SN 75-032,068. PUB. 
10-15-1996. FILED 12-13-1995. 

2,028,712. ANGSTROMLAP. FIBER OPTIC CENTER, INC., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-041,751. PUB. 
10-15-1996. FILED 1-11-1996. 

2,028,746. JEFCO. JEFCO LABORATORIES, INC., (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). SN 75-045,279. PUB. 
10-15-1996. FILED 1-18-1996. 

2,028,747. J AND DESIGN. JEFCO LABORATORIES, INC., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-045,280. PUB. 
10-15-1996. FILED 1-18-1996. 

2,028,764. VIBRANCE ORGANIC CARE, HELENE CURTIS, 
INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-047,715. 
PUB. 10-15-1996. FILED 1-18-1996. 

2,028,770. PROXEN IL SALVACAPELLI (STYLIZED). FRA- 
MESI S.R.L., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 
75-048,113. PUB. 10-15-1996. FILED 1-24-1996. 

2,028,783. MISCELLANEOUS DESIGN. USA DETER- 
GENTS, INC., (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 
75-048,739. PUB. 10-15-1996. FILED 1-26-1996. 

2,028,798. LA FIEGE (STYLIZED). FIEGE, RETHA RAY, 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-050,208. PUB. 
10-15-1996. FILED 1-30-1996. 

2,028,811. EMPREINTE DE BEAUTE. LANCOME PAR- 
FUMS ET BEAUTE & CIE, (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). SN 75-050,943. PUB. 10-15-1996. FILED 1-29-1996. 

2,028,843. VIOLETAS RUSAS. MASAN CORP., DBA CRU- 
SELLAS, (U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-053,595. 
PUB. 10-15-1996. FILED 2-5-1996. 

2,028,907. VENACILIN. CROWN MEDICAL, INC, (U.S. 
CLS. 1, 4, 6, 50, 51 AND 52). SN 75-058,721. PUB. 
10-15-1996. FILED 2-15-1996. 

2,028,913. BLUE PRINCESS. DARLING CORPORATION, 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-059,028. PUB. 
10-15-1996. FILED 2-16-1996. 

2,028,930. KO2. 3174085 CANADA, INC., (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). SN 75-060,409. PUB. 10-15-1996. FILED 
2-21-1996. 

2,028,941. PETITE FLEUR. NBTY, INC., (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). SN 75-061,463. PUB. 10-15-1996. FILED 
2-23-1996. 

2,028,971. CUCUMBER SLICES. NATURE LABS, LTD. CO., 
(U.S. CLS. 1, 4, 6, 50, 51 AND 52). SN 75-064,034. PUB. 
10-15-1996. FILED 2-12-1996. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 4—LUBRICANTS AND FUELS 


2,028,266. LONGS. LONGS DRUG STORES CALIFORNIA, 
INC., MULTIPLE CLASS, (INT. CLS. 4, 5, 6, 9, 11, 17, 29, 
30, 31 AND 32), (U.S. CLS. 1, 2, 5, 6, 12, 13, 14, 15, 18, 21, 23, 
25, 26, 31, 34, 35, 36, 38, 44, 45, 46, 48, 50, 51 AND 52). SN 
74-683,239. PUB. 10-15-1996. FILED 6-1-1995. 


CLASS 5—PHARMACEUTICALS 


2,028,080. EFAMAX. SCOTIA HOLDINGS PLC, MULTI- 
PLE CLASS, (INT. CLS. 5 AND 29), (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). SN 74-363,897. PUB. 10-25-1994. FILED 
3-2-1993. 

2,028,124. PANTOCRIN. FERGUSON HEALTH AND NU- 
TRITION, INC., (U.S. CL. 18). SN 74~-530,848. PUB. 
3-21-1995. FILED 5-31-1994. 

2,028,215. THE ULTIMATE MEALCYCLOPEDIA. ULTI- 
MATE LIFE, INC., THE, ASSIGNEE OF CHILINGER- 
IAN, SAM GERARD, DBA SAM GERARD, (U.S. CLS. 6, 
18, 44, 46, 51 AND 52). SN 74-660,546. PUB. 10-15-1996. 
FILED 4-13-1995. 

2,028,228. S AND DESIGN. SMITHKLINE BEECHAM COR- 
PORATION, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
74-668,226. PUB. 12-5-1995. FILED 4-28-1995. 

2,028,266 (See Class 4 for this trademark). 

2,028,313. VITACAPS. DOCTORS FOSTER & SMITH, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 74-692,745. PUB. 
10-15-1996. FILED 6-23-1995. 

2,028,341. HAWE SUPERCAP. HAWE NEOS DENTAL DR. 
H. V.WEISSENFLUH AG, MULTIPLE CLASS, (INT. 
CLS. 5 AND 10), (U.S. CLS. 6, 18, 26, 39, 44, 46, 51 AND 
52). SN 74-700,517. PUB. 10-15-1996. FILED 7-13-1995. 

2,028,342. HAWE SUPERMAT. HAWE NEOS DENTAL DR. 
H. V.WEISSENFLUH AG, MULTIPLE CLASS, (INT. 
CLS. 5 AND 10), (U.S. CLS. 6, 18, 26, 39, 44, 46, 51 AND 
52). SN 74-700,519. PUB. 10-15-1996. FILED 7-13-1995. 

2,028,440 (See Class 3 for this trademark). 

2,028,444. FOSTERON. BOEHRINGER MANNHEIM 
GMBH, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 74-728,625. 
PUB. 10-15-1996. FILED 9-13-1995. 

2,028,493. PURE & BASIC AND DESIGN. HEAD SHAM- 
POO, INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-005,177. PUB. 10-15-1996. FILED 10-13-1995. 

2,028,531. RATGEN. AGRITECH LABORATORIES, INC., 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-013,356. PUB. 
7-9-1996. FILED 11-1-1995. 

2,028,584 (See Class 3 for this trademark). 

2,028,775. CELLVITAL AND DESIGN. DR. FISCHER AKTI- 
ENGESELLSCHAFT, MULTIPLE CLASS, (INT. CLS. 5 
AND 10), (U.S. CLS. 6, 18, 26, 39, 44, 46, 51 AND 52). SN 
75-048,464. PUB. 10-15-1996. FILED 1-25-1996. 

2,028,810. EFX. NATURAL EFX, INC., (U.S. CLS. 6, 18, 44, 
46, 51 AND 52). SN 75-050,745. PUB. 10-15-1996. FILED 
1-29-1996. 

2,028,868. LIVING WITH GERD. ELI LILLY AND COMPA- 
NY, MULTIPLE CLASS, (INT. CLS. 5, 9 AND 16), (U.S. 
CLS. 2, 5, 6, 18, 21, 22, 23, 26, 29, 36, 37, 38, 44, 46, 50, 51 
AND 52). SN 75-055,938. PUB. 10-15-1996. FILED 2-9-1996. 

2,028,952. GENERICARE. CIRCA PHARMACEUTICALS, 
INC., (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-062,726. 
PUB. 10-15-1996. FILED 2-26-1996. 

2,028,963. MISCELLANEOUS DESIGN. BAYER CORPORA- 
TION, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-063,358. 
PUB. 10-15-1996. FILED 2-26-1996. 

2,028,965. ACTRON AND DESIGN. BAYER CORPORA- 
TION, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 75-063,726. 
PUB. 10-15-1996. FILED 2-26-1996. 

2,028,973. BRUTE. Y-TEX CORPORATION, (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). SN 75-064,113. PUB. 10-15-1996. FILED 
2-20-1996. 

2,028,978. STELLAR AND DESIGN. VALENT U.S.A. COR- 
PORATION, (U.S. CLS. 6, 18, 44, 46, 51 AND 52). SN 
75-064,544. PUB. 10-15-1996. FILED 2-27-1996. 
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2,028,999. IT’S NOT WHAT YOU EAT, IT’S WHAT YOUR 
BODY ABSORBS. PURE SOURCE, INC., (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). SN 75-067,398. PUB. 10-15-1996. FILED 
3-4-1996. 


CLASS 6—METAL GOODS 


2,028,231. REELCRAFT AND DESIGN. REELCRAFT IN- 
DUSTRIES, INC., (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 
SN 74-669,667. PUB. 10-15-1996. FILED 5-4-1995. 

2,028,266 (See Class 4 for this trademark). 

2,028,269. VAW SYSTEMS. VAW SYSTEMS LTD., (US. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 74-684,832. PUB. 
10-15-1996. FILED 6-6-1995. 

2,028,288. SST. GRANT TFW, INC., (U.S. CLS. 2, 12, 13, 14, 
23, 25 AND 50). SN 74-687,498. PUB. 10-15-1996. FILED 
6-7-1995. 

2,028,359. SIGNATURE. PACKAGING CORPORATION OF 
AMERICA, (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 
74-704,532. PUB. 10-15-1996. FILED 7-24-1995. 

2,028,402. PRESTOLOCK. PRESTOLOCK INTERNATION- 
AL, LTD., MULTIPLE CLASS, (INT. CLS. 6 AND 20), 
(U.S. CLS. 2, 12, 13, 14, 22, 23, 25, 32 AND 50). SN 
74-715,545. PUB. 10-15-1996. FILED 8-14-1995. 

2,028,404. MISCELLANEOUS DESIGN. INTERTRACTOR 
AKTIENGESELLSCHAFT, MULTIPLE CLASS, (INT. 
CLS. 6, 7, 12 AND 17), (U.S. CLS. 1, 2, 5, 12, 13, 14, 19, 21, 
23, 25, 31, 34, 35, 44 AND 50). SN 74-716,128. PUB. 
10-15-1996. FILED 8-1-1995. 

2,028,457. MISCELLANEOUS DESIGN. PENN ENGINEER- 
ING & MANUFACTURING CORP., (U.S. CLS. 2, 12, 13, 
14, 23, 25 AND 50). SN 74-732,761. PUB. 10-15-1996. FILED 
9-22-1995. 

2,028,547. MISCELLANEOUS DESIGN. HALE, SEYMOUR 
B, JR., (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 
75-015,410. PUB. 10-15-1996. FILED 11-6-1995. 

2,028,584 (See Class 3 for this trademark). 

2,028,625. SCI AND DESIGN. SMITH-COOPER INTERNA- 
TIONAL, INC., (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 
75-025,671. PUB. 10-15-1996. FILED 11-29-1995. 

2,028,807. TENNALUM. KAISER ALUMINUM & CHEMI- 
CAL CORPORATION, (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). SN 75-050,521. PUB. 10-15-1996. FILED 1-30-1996. 

2,028,892. REVOLVE-R. UNIVERSAL BUILDING CON- 
CEPTS, INC., (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 
75-057,125. PUB. 10-15-1996. FILED 2-12-1996. 

2,028,914. TUFF NUT. TUFF NUT, INC., (U.S. CLS. 2, 12, 13, 
14, 23, 25 AND 50). SN 75-059,186. PUB. 10-15-1996. FILED 
2-16-1996. 

2,028,939. TRAXX. ILLINOIS TOOL WORKS INC., (U.S. 
CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 75-061,371. PUB. 
10-15-1996. FILED 2-22-1996. 

2,028,940. WEISER BRILLIANCE. MASCO BUILDING 
PRODUCTS CORP., DBA WEISER LOCK, (U.S. CLS. 2, 
12, 13, 14, 23, 25 AND 50). SN 75-061,374. PUB. i0-15-1996. 
FILED 2-22-1996. 

2,028,951. EFP (STYLIZED). ALLIED METALS CORP., 
(U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 75-062,591. 
PUB. 10-15-1996. FILED 2-26-1996. 

2,028,968. KABRONZE. PHOTO-CUT GRAPHICS, INC., 
(U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). SN 75-063,915. 
PUB. 10-15-1996. FILED 2-27-1996. 


CLASS 7—MACHINERY 


2,028,059. ERGOPULSE. ATLAS COPCO AKTIEBOLAG, 
DBA ATLAS COPCO AKTIEBOLAG, (U.S. CLS. 13, 19, 
21, 23, 31, 34 AND 35). SN 73-585,402. PUB. 10-15-1996. 
FILED 6-6-1996. 

2,028,069. KITCHENETICS. K-TEC, INC., (U.S. CLS. 13, 19, 
21, 23, 31, 34 AND 35). SN 74-209,064. PUB. 11-14-1995. 
FILED 9-30-1991. 


2,028,110 (See Class 3 for this trademark). 
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2,028,125. EXTENDED LONG LIFE. INTERNATIONAL 
PAPER COMPANY, (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). SN 74~-532,163. PUB. 9-26-1995. FILED 6-1-1994. 


2,028,126. WINTICI. WINTICI, MULTIPLE CLASS, (INT. 
CLS. 7, 9, 38, 39 AND 42), (U.S. CLS. 13, 19, 21, 23, 26, 31, 
34, 35, 36, 38, 100, 101, 104 AND 105). SN 74-536,033. PUB. 
10-15-1996. FILED 6-10-1994. 

2,028,165 (See Class 1 for this trademark). 

2,028,184. PACTITE. MARYLAND WIRE BELTS, INC., 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 74-630,829. 
PUB. 10-15-1996. FILED 2-6-1995. 


2,028,273. LO-LEVEL. AHLSTROM KAMYR INC., (US. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 74~685,557. PUB. 
10-15-1996. FILED 6-7-1995. 


2,028,277. DYNAROTOR. KORVAN INDUSTRIES, INC., 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 74-685,807. 
PUB. 10-15-1996. FILED 6-8-1995. 


2,028,297. NOW THAT’S KEY. KEY TECHNOLOGY, INC., 
MULTIPLE CLASS, (INT. CLS. 7 AND 9), (U.S. CLS. 13, 
19, 21, 23, 26, 31, 34, 35, 36 AND 38). SN 74~-689,714. PUB. 
10-15-1996. FILED 6-16-1995. 


2,028,312. POWER LINER. POWER LINER INDUSTRIES 
CORPORATION, (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 
SN 74-692,736. PUB. 10-15-1996. FILED 6-23-1995. 


2,028,314. STARLIGHT. MSK-VERPACKUNGS-SYSTEME 
GESELLSCHAFT MIT BESCHRANKTER HAFTUNG, 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 74-692,786. 
PUB. 10-15-1996. FILED 6-23-1995. 


2,028,387. PORTER [TS WHAT THE PROS PLAY ON!. 
PORTER ATHLETIC EQUIPMENT COMPANY, MULTI- 
PLE CLASS, (INT. CLS. 7, 9 AND 28), (U.S. CLS. 13, 19, 
21, 22, 23, 26, 31, 34, 35, 36, 38 AND 50). SN 74-713,081. 
PUB. 10-15-1996. FILED 8-9-1995. 

2,028,404 (See Class 6 for this trademark). 

2,028,423. MS-15. DRIL-QUIP, INC., (U.S. CLS. 13, 19, 21, 23, 
31, 34 AND 35). SN 74-722,552. PUB. 10-15-1996. FILED 
8-29-1995. 

2,028,424. COMPACT-STAR. BOBST S.A., (U.S. CLS. 13, 19, 
21, 23, 31, 34 AND 35). SN 74-722,943. PUB. 10-15-1996. 
FILED 8-30-1995. 


2,028,490. DIRECT MOUNT. JENARA ENTERPRISES 
LTD., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 
75-004,737. PUB. 10-15-1996. FILED 10-5-1995. 


2,028,502. GREENLEAF. GREENLEAF CORPORATION, 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-006,948. 
PUB. 10-15-1996. FILED 10-16-1995. 


2,028,643. ORBITAL CROSSBELT. TIMESAVERS, INC., 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-029,124. 
PUB. 10-15-1996. FILED 12-7-1995. 


2,028,660. PORT A MATE 128 AND DESIGN. HTC PROD- 
UCTS, INC., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 
75-033,108. PUB. 10-15-1996. FILED 12-15-1995. 


2,028,774. ACTIVE AIR FILTRATION AND DESIGN. AB 
PARTNER, (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 
75-048,462. PUB. 10-15-1996. FILED 1-25-1996. 


2,028,859. “MEGS” (STYLIZED). CONE ENGINEERING, 
INC., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 
75-054,722. PUB. 10-15-1996. FILED 2-5-1996. 


2,028,884. EASEOUT. GTI, INC., (U.S. CLS. 13, 19, 21, 23, 31, 
34 AND 35). SN 75-056,750. PUB. 10-15-1996. FILED 
2-12-1996. 

2,028,889. OERTLI. OERTLI WERKZEUGE AG, MULTI- 
PLE CLASS, (INT. CLS. 7 AND 37), (U.S. CLS. 13, 19, 21, 
23, 31, 34, 35, 100, 103 AND 106). SN 75-057,002. PUB. 
10-15-1996. FILED 2-12-1996. 

2,028,893. NORMAG AND DESIGN. NORTHERN MAG- 
NETICS INC., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 
75-057,298. PUB. 10-15-1996. FILED 2-13-1996. 

2,028,899. HYDRAPAK. DRUM INDUSTRIES, INC., (U.S. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-057,724. PUB. 
10-15-1996. FILED 2-14-1996. 

2,028,901. LEVEL-IT. S & W MANUFACTURING COMPA- 
NY, INC., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 
75-057,837. PUB. 10-15-1996. FILED 2-14-1996. 
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2,028,920. VARI-CHAIN AND DESIGN. FAIRCHILD IN- 
DUSTRIAL PRODUCTS COMPANY, (U.S. CLS. 13, 19, 21, 
23, 31, 34 AND 35). SN 75-059,639. PUB. 10-15-1996. FILED 
2-20-1996. 

2,028,934. CONDRIVE 2000, ILLINOIS TOOL WORKS INC., 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-060,734. 
PUB. 10-15-1996. FILED 2-22-1996. 

2,028,954. HANOVER. ALLIED SYSTEMS COMPANY, 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-062,819. 
PUB. 10-15-1996. FILED 2-26-1996. 

2,028,960. TEG-RAT. VINAL INDUSTRIES, INC., (U.S. CLS. 
13, 19, 21, 23, 31, 34 AND 35). SN 75-063,271. PUB. 
10-15-1996. FILED 2-15-1996. 

2,028,983. STRATUS (STYLIZED). SUPERIOR AIR PARTS, 
INC., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 
75-065,293. PUB. 10-15-1996. FILED 2-29-1996. 

2,028,987. LANDFILL ROVER. EPI ENVIRONMENTAL 
PRODUCTS INC., (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 
SN 75-065,485. PUB. 10-15-1996. FILED 2-27-1996. 

2,029,021. PLYLON PLUS. GOODYEAR TIRE & RUBBER 
COMPANY, THE, (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 
SN 75-073,151. PUB. 10-15-1996. FILED 3-15-1996. 

2,029,046. ULTRA-SPRAY. ULTRASONIC SYSTEMS, INC., 
(U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). SN 75-083,929. 
PUB. 10-15-1996. FILED 4-4-1996. 


CLASS 8—HAND TOOLS 


2,028,301. SILVER SAFARI. REED AND BARTON CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 8, 14 AND 20), 
(U.S. CLS. 2, 13, 22, 23, 25, 27, 28, 32, 44 AND 50). SN 
74-690,803. PUB. 10-15-1996. FILED 6-19-1995. 

2,028,334. MEDALIST. GC THORSEN, INC., (U.S. CLS. 23, 
28 AND 44). SN 74-699,149. PUB. 10-15-1996. FILED 
7-10-1995. 

2,028,501. RAZOR-BACK TOOLS MANUFACTURED FOR 
PROFESSIONALS AND DESIGN. UNIONTOOLS, INC., 
(U.S. CLS. 23, 28 AND 44). SN 75-006,905. PUB. 10-15-1996. 
FILED 10-17-1995. 

2,028,584 (See Class 3 for this trademark). 

2,028,749. DOOR BUDDY. INDEPENDENT LIVINGS 
PRODUCTS, LLC, (U.S. CLS. 23, 28 AND 44). SN 
75-045,678. PUB. 10-15-1996. FILED 1-19-1996. 

2,928,765. FLORIAN. AMERICAN STANDARD COMPA- 
NY, (U.S. CLS. 23, 28 AND 44). SN 75-047,774. PUB. 
10-15-1996. FILED 1-22-1996. 

2,028,875. THE CLEAR EDGE AND DESIGN. CREATIVE 
CONCEPTS, INC., (U.S. CLS. 23, 28 AND 44). SN 
75-056,066. PUB. 10-15-1996. FILED 2-9-1996. 

2,028,885. DEPIL-A-TWEEZ. CHARLES G. SPILO COMPA- 
NY, (U.S. CLS. 23, 28 AND 44). SN 75-056,758. PUB. 
10-15-1996. FILED 2-12-1996. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


2,028,062. MISCELLANEOUS DESIGN. AMERICAN CIR- 
CUIT BREAKER CORPORATION, (U.S. CL. 21). SN 
74-155,806. PUB. 2-2-1993. FILED 4-10-1991. 

2,028,063. MISCELLANEOUS DESIGN. AMERICAN CIR- 
CUIT BREAKER CORPORATION, (U.S. CL. 21). SN 
74-155,807. PUB. 2-2-1993. FILED 4-10-1991. 

2,028,064. MISCELLANEOUS DESIGN. AMERICAN CIR- 
CUIT BREAKER CORPORATION, (U.S. CL. 21). SN 
74-155,809. PUB. 2-2-1993. FILED 4-10-1991. 

2,028,065. MISCELLANEOUS DESIGN. AMERICAN CIR- 
CUIT BREAKER CORPORATION, (U.S. CL. 21). SN 
74-155,817. PUB. 2-2-1993. FILED 4-10-1991. 

2,028,066. MISCELLANEOUS DESIGN. AMERICAN CIR- 
CUIT BREAKER CORPORATION, (U.S. CL. 21). SN 
74-155,872. PUB. 2-2-1993. FILED 4-10-1991. 

2,028,067. MISCELLANEOUS DESIGN. AMERICAN CIR- 
CUIT BREAKER CORPORATION, (U.S. CL. 26). SN 
74-155,873. PUB. 2-2-1993. FILED 4-10-1991. 
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2,028,079. RUNS ON NEXTSTEP AND DESIGN. NEXT 
COMPUTER, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-359,734. PUB. 10-15-1996. FILED 2-17-1993. 

2,028,091. VIDEOMATE (STYLIZED). NAVITAR, INC., (U.S. 
CLS. 21 AND 26). SN 74~-446,029. PUB. 6-14-1994. FILED 
10-12-1993. 

2,028,094. HEALTHGUIDE. STAYWELL HEALTH MAN- 
AGEMENT SYSTEMS INCORPORATED, (U.S. CL. 38). 
SN 74-458,266. PUB. 9-6-1994. FILED 11-15-1993. 

2,028,098. SQL-EASE. PLATINUM TECHNOLOGY, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-475,067. PUB. 
10-15-1996. FILED 12-29-1993. 

2,028,101. IE (STYLIZED). IE ASSOCIATES, INC., T/A IN- 
STRUMENTATION ENGINEERING, INC., (U.S. CLS. 100 
AND 101). SN 74-480,765. PUB. 6-4-1996. FILED 1-21-1994. 

2,028,113. NATUREQUEST. NORTHWORD PRESS, INC., 
(U.S. CL. 36). SN 74-507,864. PUB. 12-20-1994. FILED 
4-1-1994, 

2,028,117. CRYSTAL COMPUTER CORPORATION. CRYS- 
TAL COMPUTER CORPORATION, (U.S. CLS. 21 AND 
26). SN 74-513,211. PUB. 9-17-1996. FILED 4-15-1994. 

2,028,126 (See Class 7 for this trademark). 

2,028,131. PLAN WRITE. BUSINESS RESOURCE SOFT- 
WARE, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-547,410. PUB. 10-15-1996. FILED 7-8-1994. 

2,028,134. ALL-4-ONE. BROOKHILL RECORDS CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 9 AND 41), 
(U.S. CLS. 21, 23, 26, 36, 38, 100, 101 AND 107). SN 
74-550,601. PUB. 10-15-1996. FILED 7-18-1994. 

2,028,138. METASTOCK. EQUIS INTERNATIONAL INC., 
MULTIPLE CLASS, (INT. CLS. 9, 36 AND 42), (U.S. CLS. 
38, 100, 101 AND 102). SN 74-556,963. PUB. 5-28-1996. 
FILED 8-3-1994. 

2,028,147. SORB AND DESIGN. INSTITUT FRANCAIS DU 
PETROLE, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-575,761. PUB. 10-15-1996. FILED 9-16-1994. 

2,028,148. TSN TEEN SATELLITE NETWORK AND DESIGN. 
ROEVER EDUCATIONAL ASSISTANCE PROGRAMS, 
INC., MULTIPLE CLASS, (INT. CLS. 9 AND 41), (U.S. 
CLS. 21, 23, 26, 36, 38, 100, 101 AND 107). SN 74-580,489. 
PUB. 10-15-1996. FILED 9-30-1994. 


2,028,165 (See Class 1 for this trademark). 

2,028,178. CORAL RICHES. ARISTOCRAT LEISURE IN- 
DUSTRIES PTY LTD, (U.S. CLS. 21, 23, 26, 36 AND 38). 
SN 74-622,228. PUB. 10-15-1996. FILED 1-17-1995. 

2,028,185. CRAZY FOR YOU. CRAZY FOR YOU ENTER- 
PRISES, MULTIPLE CLASS, (INT. CLS. 9 AND 20), (U.S. 
CLS. 2, 13, 21, 22, 23, 25, 26, 32, 36, 38 AND 50). SN 
74-631,582. PUB. 10-15-1996. FILED 2-8-1995. 

2,028,187. HIPLOT. SUMMAGRAPHICS CORPORATION, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-632,610. PUB. 
10-15-1996. FILED 2-10-1995. 

2,028,192. ALTIVAR. SQUARE D COMPANY, (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 74-639,923. PUB. 10-15-1996. FILED 
2-24-1995. 

2,028,200. QAPLAN. DIRECT TECHNOLOGY LIMITED, 
(US. CLS. 21, 23, 26, 36 AND 38). SN 74-651,325. PUB. 
5-21-1996. FILED 3-24-1995. 

2,028,201. MISCELLANEOUS DESIGN. TOMSEN, CLAR- 
ENCE, DBA TOMSEN ENGINEERING, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 74-651,794. PUB. 10-15-1996. FILED 
3-27-1995. 

2,028,214. DVB DIGITAL VIDEO BROADCASTING AND 
DESIGN. UNION EUROPEENNE DE RADIO ET TELE- 
VISION, MULTIPLE CLASS, (INT. CLS. 9 AND 38), (U.S. 
CLS. 21, 23, 26, 36, 38, 100, 101 AND 104). SN 74-660,368. 
PUB. 10-15-1996. FILED 4-12-1995. 

2,028,221. DOGGIE DOORBELL HAPPY PAW AND 
DESIGN. DELIGHTFUL LIVING VENTURES, (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 74-664,230. PUB. 10-15-1996. 
FILED 4-21-1995. 

2,028,227. CHILDREN OF THE DREAM. ANTI-DEFAMA- 
TION LEAGUE OF B’NAI B’RITH, MULTIPLE CLASS, 
(INT. CLS. 9, 16, 41 AND 42), (U.S. CLS. 2, 5, 21, 22, 23, 26, 
29, 36, 37, 38, 50, 100, 101 AND 107). SN 74-667,706. PUB. 
10-15-1996. FILED 4-28-1995. 
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2,028,232. PLANT EQUIPMENT INC PEI AND DESIGN. 
PLANT EQUIPMENT, INC., (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 74-670,541. PUB. 10-15-1996. FILED 5-5-1995. 

2,028,238. AUTOPAY. MUNICIPAL MANAGEMENT ASSO- 
CIATES, INC., MULTIPLE CLASS, (INT. CLS. 9 AND 
36), (U.S. CLS. 21, 23, 26, 36, 38, 100, 101 AND 102). SN 
74-672,967. PUB. 10-15-1996. FILED 5-12-1995. 

2,028,240. MADE IN USA CARVER AND DESIGN. CARVER 
CORPORATION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-673,257. PUB. 10-15-1996. FILED 3-7-1995. 

2,028,250. VIRTUAL HYDRAULICS. M-I DRILLING 
FLUIDS L.L.C., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-676,691. PUB. 10-15-1996. FILED 5-8-1995. 

2,028,252. ITIL. PINK ELEPHANT NEDERLAND B.V., 
MULTIPLE CLASS, (INT. CLS. 9, 16, 35, 41 AND 42), 
(U.S. CLS. 2, 5, 21, 22, 23, 26, 29, 36, 37, 38, 50, 100, 101, 102 
AND 107). SN 74-677,816. PUB. 10-15-1996. FILED 
5-22-1995. 

2,028,255. MISCELLANEOUS DESIGN. PHONOCAR S.P.A., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 74~-679,351. PUB. 
10-15-1996. FILED 5-24-1995. 

2,028,264. CIMTEK THOMAS AND DESIGN. CIMTEK— 
THOMAS, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-683,000. 
PUB. 10-15-1996. FILED 6-1-1995. 

2,028,265. CIM DEX. CIMTEK THOMAS, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 74-683,199. PUB. 10-15-1996. FILED 
6-1-1995. 

2,028,266 (See Class 4 for this trademark). 

2,028,268. CYBERMETRICS (STYLIZED). WILLIAMS, JAY 
CURTIS, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-683,670. 
PUB. 10-15-1996. FILED 6-2-1995. 

2,028,279. HEALTH RESPONSE SYSTEM 3000. JOHNSON & 
JOHNSON, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-686,063. PUB. 5-21-1996. FILED 6-8-1995. 

2,028,293. HOSANNA! MUSIC. INTEGRITY MUSIC, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-688,496. PUB. 
10-15-1996. FILED 6-15-1995. 

2,028,294. PLUGY. EGSTON EGGENBURGER SYSTEM 
ELEKTRONIK GES.M.B.H, (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 74-689,042. PUB. 10-15-1996. FILED 6-15-1995. 

2,028,295. POWERSENSE. COMMUNITY LIGHT & 
SOUND, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-689,287. PUB. 10-15-1996. FILED 6-16-1995. 

2,028,297 (See Class 7 for this trademark). 

2,028,298. USKO AND DESIGN. UNITED STATES 
KARATE ORGANIZATION, INC., MULTIPLE CLASS, 
(INT. CLS. 9, 16, 25 AND 28), (U.S. CLS. 2, 5, 21, 22, 23, 26, 
29, 36, 37, 38, 39 AND 50). SN 74-690,262. PUB. 10-15-1996. 
FILED 6-12-1995. 

2,028,300. SLIPPERY. LEMANS CORPORATION, DBA 
THOR MOTOR SPORTS, MULTIPLE CLASS, (INT. CLS. 
9 AND 25), (U.S. CLS. 21, 22, 23, 26, 36, 38 AND 39). SN 
74-690,282. PUB. 10-15-1996. FILED 6-19-1995. 

2,028,306. MISCELLANEOUS DESIGN. COLORADO TIME 
SYSTEMS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-691,532. PUB. 10-15-1996. FILED 6-21-1995. 

2,028,311. ARENIX. NORTH COAST LOGIC, INC., MULTI- 
PLE CLASS, (INT. CLS. 9 AND 16), (U.S. CLS. 2, 5, 21, 22, 
23, 26, 29, 36, 37, 38 AND 50). SN 74-692,614. PUB. 
10-15-1996. FILED 6-23-1995. 

2,028,316. PERFECT ON-LINE. PERFECT PROMOTIONAL 
PRODUCTS LIMITED PARTNERSHIP, (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 74-693,565. PUB. 10-15-1996. FILED 
6-26-1995. 

2,028,320. SOURPUSS RECORDS AND DESIGN. WILSON, 
STEPHEN R., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-694,825. PUB. 5-21-1996. FILED 6-28-1995. 

2,028,333. MINIDOC. MINIDOC I UPPSALA AB, (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 74-698,985. PUB. 10-15-1996. 
FILED 7-10-1995. 

2,028,340. FRABA. FRABA GMBH, (U.S. CLS. 21, 23, 26, 36 
AND 38). SN 74-700,138. PUB. 10-15-1996. FILED 
7-12-1995. 

2,028,347. OVER. KCTS TELEVISION, (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 74-701,726. PUB. 10-15-1996. FILED 
7-17-1995. 

2,028,350. TYPE 80. KOOMEY COMPANIES INTERNA- 
TIONAL, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-702,130. PUB. 10-15-1996. FILED 7-17-1995. 
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2,028,364. CONDOR. PHOENIX COMPUTER CORPORA- 
TION, DBA PHOENIX SOFTWARE INTERNATIONAL, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-706,407. PUB. 
10-15-1996. FILED 7-26-1995. 


2,028,365. ADAPTIVE OPTICS ASSOCIATES. ADAPTIVE 
OPTICS ASSOCIATES, INC., (U.S. CLS. 21, 23, 26, 36 
AND 38). SN _ 74-706,456. PUB. 10-15-1996. FILED 
7-26-1995. 

2,028,368. OPEN PLAN PROFESSIONAL (STYLIZED). WST 
CORPORATION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-707,430. PUB. 10-15-1996. FILED 7-13-1995. 

2,028,369. INSIGHT AND DESIGN. MECHANICS CUSTOM 
TOOLS CORPORATION, (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 74-707,922. PUB. 10-15-1996. FILED 7-31-1995. 


2,028,371. SUGO MUSIC. SUGO MUSIC AND DESIGN, 
INC., DBA SUGO MUSIC, (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 74-708,601. PUB. 10-15-1996. FILED 6-28-1995. 


2,028,372. EZPOWER. EZPOWER SYSTEMS, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 74-708,634. PUB. 
10-15-1996. FILED 7-25-1995. 

2,028,373. ENERGIZER AND DESIGN. EVEREADY BAT- 
TERY COMPANY, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). 
SN 74-708,971. PUB. 10-15-1996. FILED 7-20-1995. 

2,028,387 (See Class 7 for this trademark). 

2,028,390. NORCOM NETWORKS CORPORATION. 
NORCOM NETWORKS CORPORATION, MULTIPLE 
CLASS, (INT. CLS. 9 AND 38), (U.S. CLS. 21, 23, 26, 36, 38, 
100, 101 AND 104). SN 74-713,422. PUB. 10-15-1996. FILED 
7-31-1995. 

2,028,391. ORIGINAL DR. MULLER QDM AND DESIGN. 
QDM COMPANY, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-713,518. PUB. 10-15-1996. FILED 8-10-1995. 

2,028,401. HI DRAFT. SUMMAGRAPHICS CORPORA- 
TION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-715,083. 
PUB. 10-15-1996. FILED 8-14-1995. 


2,028,405. CARDEX. SAFAHI, ALAN, (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 74-716,519. PUB. 10-15-1996. FILED 
8-16-1995. 


2,028,419. M.E.G. RECORDS AND DESIGN. M.EG. 
RECORDS CO., MULTIPLE CLASS, (INT. CLS. 9, 25 
AND 41), (U.S. CLS. 21, 22, 23, 26, 36, 38, 39, 100, 101 AND 
107). SN 74-721,241. PUB. 10-15-1996. FILED 8-28-1995. 


2,028,421. OPTIMUS. TANDY CORPORATION, (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 74-721,548. PUB. 10-15-1996. 
FILED 8-28-1995. 


2,028,425. CELEBRATE LIFE. TUTTOESPRESSO S.P.A., 
MULTIPLE CLASS, (INT. CLS. 9, 11 AND 30), (U.S. CLS. 
13, 21, 23, 26, 31, 34, 36, 38 AND 46). SN 74-723,589. PUB. 
9-24-1996. FILED 8-23-1995. 

2,028,427. NUTSHELL AND DESIGN. BROWN, JAMES HIL- 
LORAY, JR., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-724,164. PUB. 10-15-1996. FILED 8-28-1995. 

2,028,434. SAFETY OFFICE SUITE. SAFETY SOFTWARE 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-725,188. 
PUB. 10-15-1996. FILED 8-28-1995. 


2,028,447. COMMERCE:LIBRARY. STERLING SOFT- 
WARE, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
74-729,764. PUB. 7-2-1996. FILED 9-15-1995. 


2,028,448. COMMERCE:MAIL. STERLING SOFTWARE, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-729,765. 
PUB. 6-25-1996. FILED 9-15-1995. 


2,028,450. BASS BOMB. THUMP RECORDS, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 74-730,274. PUB. 
10-15-1996. FILED 9-18-1995. 


2,028,460. BOB ROSS (STYLIZED). BOB ROSS INC., MUL- 
TIPLE CLASS, (INT. CLS. 9 AND 16), (U.S. CLS. 2, 5, 21, 
22, 23, 26, 29, 36, 37, 38 AND 50). SN 74-733,118. PUB. 
10-15-1996. FILED 9-11-1995. 

2,028,465. TIGER/SDTS. U.S. BUREAU OF THE CENSUS, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-734,709. PUB. 
10-15-1996. FILED 8-7-1995. 

2,028,468. PEGASUS. POINT OF CARE SYSTEMS, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 74-735,226. PUB. 
6-18-1996. FILED 9-8-1995. 
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2,028,470. TIGER. U.S. BUREAU OF THE CENSUS USS. 
DEPARTMENT OF COMMERCE, (U.S. CLS. 21, 23, 26, 36 
AND 38). SN _ 74-737,016. PUB. 10-15-1996. FILED 
9-20-1995. 

2,028,475. DESIGN BY DATAMAX AND DESIGN. DATA- 
MAX BAR CODE PRODUCTS CORPORATION, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-000,281. PUB. 
10-15-1996. FILED 10-2-1995. 

2,028,478. VISUAL VENUE. CINEMAR CORPORATION, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-001,184. PUB. 
10-15-1996. FILED 10-3-1995. 

2,028,483. PURE SOUL. UNIVERSITY RECORDS, INC., 
MULTIPLE CLASS, (INT. CLS. 9 AND 41), (U.S. CLS. 21, 
23, 26, 36, 38, 100, 101 AND 107). SN 75-003,145. PUB. 
10-15-1996. FILED 10-10-1995. 

2,028,497. MISCELLANEOUS DESIGN. LOKI & FRIENDS, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-006,449. 
PUB. 10-15-1996. FILED 10-16-1995. 

2,028,510. MCE MAGNETIC CIRCUIT ELEMENTS INC AND 
DESIGN. MAGNETIC CIRCUIT ELEMENTS, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-008,580. PUB. 
10-15-1996. FILED 10-23-1995. 

2,028,530. KCP. EAGLE MOUNTAIN INTERNATIONAL 
CHURCH, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-013,301. PUB. 10-15-1996. FILED 11-1-1995. 

2,028,545. GET-IT! A WINNING FORMULA! AND DESIGN. 
KEIKO TAMURA, DBA SONNETT INTERNATIONAL, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-014,883. PUB. 
10-15-1996. FILED 11-6-1995. 

2,028,564. FAMILY ATLAS. PARSONS TECHNOLOGY, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-018,538. 
PUB. 10-15-1996. FILED 11-13-1995. 

2,028,578. GEARNET AND DESIGN. M&M PRECISION SYS- 
TEMS CORPORATION, (U.S. CLS. 21, 23, 26, 36 AND 38). 
SN 75-020,020. PUB. 10-15-1996. FILED 11-13-1995. 

2,028,581. MAT TEC AND DESIGN. MATTEC CORPORA- 
TION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-020,246. 
PUB. 10-15-1996. FILED 11-15-1995. 

2,028,582. TELCO. TELCO INTERNATIONAL LIMITED, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-020,255. PUB. 
10-15-1996. FILED 11-15-1995. 

2,028,584 (See Class 3 for this trademark). 

2,028,586. LITTLE GREEN. BISSELL INC., (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-020,732. PUB. 10-15-1996. FILED 
11-16-1995. 

2,028,595. VIDEOHIGHWAY TR200. AIMS LAB, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-022,137. PUB. 
10-15-1996. FILED 11-20-1995. 

2,028,596. “THE TWISTER”. CASAT TECHNOLOGY, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-022,147. PUB. 
10-15-1996. FILED 11-20-1995. 

2,028,609. HORIZON SERIES. MACOLA, INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-023,904. PUB. 10-15-1996. 
FILED 11-27-1995. 

2,028,614. EQUATION STATION. MOORE INDUSTRIES, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-024,977. 
PUB. 10-15-1996. FILED 11-28-1995. 

2,028,615. ACS (STYLIZED). ADVANCED CONTROL SYS- 
TEMS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-025,013. PUB. 10-15-1996. FILED 11-28-1995. 

2,028,617. VOICEGATE. 99M CORPORATION, (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-025,029. PUB. 10-15-1996. 
FILED 11-28-1995. 

2,028,627. TLN. MASHINSKY, ALEX, (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 75-026,393. PUB. 10-15-1996. FILED 
11-29-1995. 

2,028,636. 1 FOR YES, 2 FOR NO. ACTIVE VOICE CORPO- 
RATION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-027,617. 
PUB. 10-15-1996. FILED 12-4-1995. 

2,028,644. GBC, CCTV CORP., (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 75-029,289. PUB. 10-15-1996. FILED 12-7-1995. 

2,028,646. PEREGRINE SYSTEMS. PEREGRINE SYSTEMS, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-029,988. 
PUB. 10-15-1996. FILED 12-8-1995. 

2,028,648. ALPHA-CARE. HEALTHCARE COMPUTER 
CORPORATION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-030,172. PUB. 10-15-1996. FILED 12-11-1995. 
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2,028,651. TRUERISK AND DESIGN. TRUERISK INCORPO- 
RATED, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-030,502. 
PUB. 10-15-1996. FILED 11-29-1995. 

2,028,652. RETRIEVER. BURNS & MCDONNELL WASTE 
CONSULTANTS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). 
SN 75-030,765. PUB. 10-15-1996. FILED 12-11-1995. 

2,028,659. IMAGINARY ROAD. BIG WISDOM, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-032,633. PUB. 
10-15-1996. FILED 12-14-1995. 

2,028,663. QUICK’DEFENDER. BRUNSWICK CORPORA- 
TION, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-034,027. 
PUB. 10-15-1996. FILED 12-18-1995. 

2,028,673. ENTRIA. HEWLETT-PACKARD COMPANY, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-036,779. PUB. 
10-15-1996. FILED 12-20-1995. 

2,028,675. MINI-QUICK. HUBBELL INCORPORATED, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-036,997. PUB. 
10-15-1996. FILED 12-21-1995. 

2,028,676. NEUVAL. NEUROTRON, INC., (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-037,039. PUB. 10-15-1996. FILED 
12-26-1995. 

2,028,681. OMEGAVIEW II. CANDLE CORPORATION, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-037,517. PUB. 
10-15-1996. FILED 12-27-1995. 

2,028,687. SOFTPRESS. SOFTPRESS SYSTEMS LIMITED, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-038,689. PUB. 
10-15-1996. FILED 12-29-1995. 


2,028,693. MSC/EMAS. MACNEAL-SCHWENDLER COR- 
PORATION, THE, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-039,261. PUB. 10-15-1996. FILED 1-2-1996. 

2,028,694. MAGNEFLEX. SOUTHWIRE COMPANY, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-039,689. PUB. 
10-15-1996. FILED 1-2-1996. 

2,028,702. ZYDECO. INFORMATION TECHNOLOGY SO- 
LUTIONS, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-040,380. PUB. 10-15-1996. FILED 12-29-1995. 

2,028,704. PORTRAIT AND DESIGN. BLUE CROSS AND 
BLUE SHIELD OF NORTH CAROLINA, INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-040,649. PUB. 10-15-1996. 
FILED 1-5-1996. 


2,028,709. OMNISCRIBE. ALLEN DATAGRAPH, _INC., 
MULTIPLE CLASS, (INT. CLS. 9 AND 16), (U.S. CLS. 2, 
5, 21, 22, 23, 26, 29, 36, 37, 38 AND 50). SN 75-041,381. PUB. 
10-15-1996. FILED 1-11-1996. 

2,028,723. ORDERFIRST. REPOSITORY TECHNOLOGIES, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-043,350. 
PUB. 10-15-1996. FILED 1-16-1996. 

2,028,726. POSICACHE. PHELPS-TOINTON, INC., DBA 
ARMOR SAFE TECHNOLOGIES, (U.S. CLS. 21, 23, 26, 36 
AND 38). SN _ 75-043,466. PUB. 10-15-1996. FILED 
1-16-1996. 

2,028,727. PROVANTA. PROVANTAGE CORPORATION, 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-043,474. PUB. 
10-15-1996. FILED 1-16-1996. 

2,028,731. MAXI-SEAL. PETERSON MANUFACTURING 
COMPANY, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-044,062. PUB. 10-15-1996. FILED 1-16-1996. 

2,028,748. MTV MUSIC TELEVISION HOME VIDEO AND 
DESIGN. VIACOM INTERNATIONAL INC., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-045,548. PUB. 10-15-1996. 
FILED 1-18-1996. 

2,028,752. SMART PLACE AND DESIGN. SCHOLASTIC 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-045,737. 
PUB. 10-15-1996. FILED 1-19-1996. 

2,028,754. ELECTRAMAIL AND DESIGN. NEC AMERICA, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-045,891. 
PUB. 10-15-1996. FILED 1-19-1996. 

2,028,757. SLI SEMICONDUCTOR LASER INTERNATION- 
AL AND DESIGN. SEMICONDUSTOR LASER INTERNA- 
TIONAL CORP., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-046,791. PUB. 10-15-1996. FILED 1-22-1996. 

2,028,767. VALUE LINE FUND ANALYZER. VALUE LINE, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-047,972. 
PUB. 10-15-1996. FILED 1-29-1996. 
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2,028,776. TURN AROUND TURTLE. ROSE STUDIOS, INC., 
MULTIPLE CLASS, (INT. CLS. 9, 16 AND 28), (U.S. CLS. 
2, 5, 21, 22, 23, 26, 29, 36, 37, 38 AND 50). SN 75-048,468. 
PUB. 10-15-1996. FILED 1-25-1996. 

2,028,787. DEEDRUNNER. MAPLINK, CO., (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-049,162. PUB. 10-15-1996. FILED 
1-26-1996. 

2,028,789. LI'L ZAPPER. SNC MANUFACTURING CO., 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-049,325. 
PUB. 10-15-1996. FILED 1-29-1996. 

2,028,791. MISCELLANEOUS DESIGN. PROFORMIX, INC., 
(US. CLS. 21, 23, 26, 36 AND 38). SN 75-049,610. PUB. 
10-15-1996. FILED 1-29-1996. 

2,028,802. VIDQUAD. PHILIPS COMMUNICATION & SE- 
CURITY SYSTEMS INC., (U.S. CLS. 21, 23, 26, 36 AND 
38). SN 75-050,414. PUB. 10-15-1996. FILED 1-30-1996. 

2,028,803. MEMORY LANE GOSPEL PRESERVING A RICH 
HERITAGE AND DESIGN. MEMORY LANE GOSPEL, 
(US. CLS. 21, 23, 26, 36 AND 38). SN 75-050,420. PUB. 
10-15-1996. FILED 1-30-1996. 

2,028,812. THE TRAINING CONTINUUM (STYLIZED). 
OWEN, KEITH L., DBA THE TRAINING CONTINUUM, 
(US. CLS. 21, 23, 26, 36 AND 38). SN 75-050,948. PUB. 
10-15-1996. FILED 1-29-1996. 

2,028,815. CALIBER AND DESIGN, SIEWA AUDIO B.V., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-051,217. PUB. 
10-15-1996. FILED 1-31-1996. 

2,028,816. MVX. MACROVOICE CORPORATION, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-051,317. PUB. 
10-15-1996. FILED 1-31-1996. 

2,028,823. WEBALERT. SMALL BUSINESS TECHNOLOGY 
INCORPORATED, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-051,911. PUB. 10-15-1996. FILED 2-1-1996. 

2,028,824. ENERCEPT KT. VERIS INDUSTRIES, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-051,918. PUB. 
10-15-1996. FILED 2-1-1996. 

2,028,825. ENDOTRAX. LEADMARK SERVICES L.LC., 
(US. CLS. 21, 23, 26, 36 AND 38). SN 75-051,919. PUB. 
10-15-1996. FILED 2-1-1996. 

2,028,826. HELIOT. NIHON SHINKU GIJUTSU KABU- 
SHIKI KAISHA, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-052,030. PUB. 10-15-1996. FILED 2-1-1996. 

2,028,830. MAKOCHE AND DESIGN. MAKOCHE RECORD- 
ING COMPANY, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-052,320. PUB. 10-15-1996. FILED 2-2-1996. 

2,028,834. DSCOPE. ST & T INSTRUMENT CORP., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-052,673. PUB. 
10-15-1996. FILED 2-2-1996. 

2,028,835. MISCELLANEOUS DESIGN. WAKEFIELD EN- 
GINEERING, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-052,684. PUB. 10-15-1996. FILED 2-2-1996. 

2,028,836. ST&T AND DESIGN. ST & T INSTRUMENT 
CORP., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-052,746. 
PUB. 10-15-1996. FILED 2-2-1996. 

2,028,840. NEOMAGIC. NEOMAGIC CORPORATION, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-053,462. PUB. 
10-15-1996. FILED 2-5-1996. 

2,028,847. SPORTRAK. RENTRAK CORPORATION, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-053,902. PUB. 
10-15-1996. FILED 2-5-1996. 

2,028,858. STD-K. PEI/GENESIS, INC., (U.S. CLS. 21, 23, 26, 
36 AND 38). SN 75-054,682. PUB. 10-15-1996. FILED 
1-31-1996. 

2,028,861. MUSIC PLANT. MUSIC MUSIC, LTD., (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-055,155. PUB. 10-15-1996. 
FILED 2-8-1996. 

2,028,865. IMPRINT RECORDS. VERITAS MUSIC ENTER- 
TAINMENT, INC., DBA IMPRINT RECORDS, (U.S. CLS. 
21, 23, 26, 36 AND 38). SN 75-055,558. PUB. 10-15-1996. 
FILED 2-9-1996. 

2,028,868 (See Class 5 for this trademark). 

2,028,871. MAPXPRESS. MAPINFO CORPORATION, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-056,018. PUB. 
10-15-1996. FILED 2-9-1996. 

2,028,874. TRUEFIT. UNIVERSAL CONTACT LENSES, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-056,043. 
PUB. 10-15-1996. FILED 2-9-1996. 
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2,028,878. RUGMASTER. WHITE CONSOLIDATED IN- 
DUSTRIES, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-056,205. PUB. 10-15-1996. FILED 2-12-1996. 

2,028,880. DIAGNOSISPRO. MEDTECH USA, INC., (US. 
CLS. 21, 23, 26, 36 AND 38). SN 75-056,347. PUB. 
10-15-1996. FILED 2-12-1996. 


2,028,887. RUGMASTER PLUS. WHITE CONSOLIDATED 
INDUSTRIES, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-056,975. PUB. 10-15-1996. FILED 2-12-1996. 


2,028,890. MINESCAN. SOUTHAM INC., (U.S. CLS. 21, 23, 
26, 36 AND 38). SN 75-057,007. PUB. 10-15-1996. FILED 
2-12-1996. 

2,028,895. PREQ 3. NIGHT TECHNOLOGIES, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-057,444. PUB. 
10-15-1996. FILED 2-13-1996. 

2,028,898. TATEFLEX. TATE ACCESS FLOORS LEASING, 
INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-057,587. 
PUB. 10-15-1996. FILED 2-13-1996. 


2,028,902. CLAIMPOWER. MYRTLE HOLDINGS _INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-057,905. PUB. 
10-15-1996. FILED 2-14-1996. 

2,028,903. QUESTAR. QUESTAR CORPORATION, (US. 
CLS. 21, 23, 26, 36 AND 38). SN 75-057,941. PUB. 
10-15-1996. FILED 2-14-1996. 


2,028,910. METROSTAR. TERRY CASHMAN AND BAR- 
BARA KURNIT PARTNERSHIP, THE, DBA METROS- 
TAR RECORDS AND DBA METROSTAR MUSIC, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-058,878. PUB. 
10-15-1996. FILED 2-16-1996. 

2,028,912. PAINTAC. PT DIAGNOSTIC SOFTWARE, INC., 
(U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-058,904. PUB. 
10-15-1996. FILED 2-16-1996. 


2,028,916. THE SWORDS OF ARMAGEDDON. WRITE 
NOW, DBA CHUKELEA PUBLICATIONS, (U.S. CLS. 21, 
23, 26, 36 AND 38). SN 75-059,350. PUB. 10-15-1996. FILED 
2-16-1996. . 

2,028,923. ZEROFAULT. SEVONE SOFTWARE INCORPO- 
RATED, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-059,790. 
PUB. 10-15-1996. FILED 2-20-1996. 


2,028,942. METROSTAR AND DESIGN. TERRY CASHMAN 
AND BARBARA KURNIT PARTNERSHIP, THE, DBA 
METROSTAR RECORDS AND DBA METROSTAR 
MUSIC, (U.S. CLS. 21, 23, 26, 36 AND 38). SN 75-061,541. 
PUB. 10-15-1996. FILED 2-23-1996. 

2,028,961. MINERVA. MINERVA SYSTEMS, INC., (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-063,285. PUB. 
10-15-1996. FILED 2-14-1996. 

2,028,967. WINFIRST. MIDLAND COMPANY, THE, (U.S. 
CLS. 21, 23, 26, 36 AND 38). SN 75-063,901. PUB. 
10-15-1996. FILED 2-27-1996. 

2,029,003. G GLORUNNER AND DESIGN. DENSON INDUS- 
TRIES, INC., (U.S. CLS. 21, 23, 26, 36 AND 38). SN 
75-067,972. PUB. 10-15-1996. FILED 3-5-1996. 

2,029,049. PHISH. PHISH, INC., (U.S. CLS. 21, 23, 26, 36 
AND 38). SN _ 75-086,498. PUB. 10-15-1996. FILED 
4-10-1996. 

2,029,055. SUNBELT AND DESIGN. MCKEE FOODS COR- 
PORATION, MULTIPLE CLASS, (INT. CLS. 9, 11, 16, 20, 
21 AND 24), (U.S. CLS. 2, 5, 13, 21, 22, 23, 25, 26, 29, 30, 31, 
32, 33, 34, 36, 37, 38, 40, 42 AND 50). SN 75-975,199. PUB. 
10-15-1996. FILED 12-6-1994. 


CLASS 10—MEDICAL APPARATUS 


2,028,182. OTWO AND DESIGN. O-TWO SYSTEMS INTER- 
NATIONAL INC., (U.S. CLS. 26, 39 AND 44). SN 
74-630,050. PUB. 10-15-1996. FILED 2-6-1995. 

2,028,212. STA COMPACT AND DESIGN. DIAGNOSTICA 
STAGO, (U.S. CLS. 26, 39 AND 44). SN 74-659,153. PUB. 
10-15-1996. FILED 4-11-1995. 

2,028,237. PATIENT SPECIFIC. MODCOM, INC., (U.S. CLS. 
26, 39 AND 44). SN 74-672,691. PUB. 10-15-1996. FILED 
5-11-1995. 
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2,028,241. ENDO FMS, FMS FUTURE MEDICAL SYSTEM 
S.A., (U.S. CLS. 26, 39 AND 44). SN 74-673,545. PUB. 
10-15-1996. FILED 5-15-1995. 

2,028,341 (See Class 5 for this trademark). 

2,028,342 (See Class 5 for this trademark). 

2,028,439. BEDFONT. BEDFONT SCIENTIFIC LIMITED, 
(U.S. CLS. 26, 39 AND 44). SN 74-726,571. PUB. 10-15-1996. 
FILED 9-8-1995. 

2,028,585. RAPID BODY SHAPERS. MOYCO TECHNOL- 
OGIES, INC., BY CHANGE OF NAME FROM MOYCO 
INDUSTRIES, INC., (U.S. CLS. 26, 39 AND 44). SN 
75-020,580. PUB. 10-15-1996. FILED 11-15-1995. 

2,028,725. POLYCARE AND DESIGN. FORTUNE 
PLASTICS,INC., (U.S. CLS. 26, 39 AND 44). SN 75-043,462. 
PUB. 10-15-1996. FILED 1-16-1996. 

2,028,729. THE LEADER IN RELAXATION. JB RESEARCH, 
INC., (U.S. CLS. 26, 39 AND 44). SN 75-043,678. PUB. 
10-15-1996. FILED 1-16-1996. 

2,028,775 (See Class 5 for this trademark). 

2,028,924. MISCELLANEOUS DESIGN. BIO-ORTHOTICS 
INTERNATIONAL, INC., (U.S. CLS. 26, 39 AND 44). SN 
75-059,970. PUB. 10-15-1996. FILED 2-6-1996. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


2,028,114. K JOHN ZINK AND DESIGN. KOCH ENGI- 
NEERING COMPANY, INC., (U.S. CL. 34). SN 74-508,009. 
PUB. 1-31-1995. FILED 4-1-1994. 

2,028,165 (See Class 1 for this trademark). 

2,028,202. FOUNTABLES, HENRI STUDIO, INC., (U.S. CLS. 
13, 21, 23, 31 AND 34). SN 74-652,770. PUB. 10-15-1996. 
FILED 3-29-1995. 

2,028,223. EUROCLASS. CX HOLDINGS LIMITED, (U.S. 
CLS. 13, 21, 23, 31 AND 34). SN 74-664,962. PUB. 
10-15-1996. FILED 4-24-1995. 

2,028,246. USA AND DESIGN. ESPRESSO USA, INC., MUL- 
TIPLE CLASS, (INT. CLS. 11, 30 AND 42), (U.S. CLS. 13, 
21, 23, 31, 34, 46, 100 AND 101). SN 74-676,192. PUB. 
10-15-1996. FILED S.R. 5-18-1995; AM. P.R. 7-30-1996. 

2,028,266 (See Class 4 for this trademark). 

2,028,267. DAYCYCLE. TETRA HEIMTIERBEDARF 
GMBH, (U.S. CLS. 13, 21, 23, 31 AND 34). SN 74-683,264. 
PUB. 10-15-1996. FILED 5-26-1995. 

2,028,270. LIGHTING AMERICA AND DESIGN. LIGHTS OF 
AMERICA, (U.S. CLS. 13, 21, 23, 31 AND 34). SN 
74-685,000. PUB. 10-15-1996. FILED 6-6-1995. 

2,028,345. SIRIUS. CONSERVATION TECHNOLOGY 
LTD., (U.S. CLS. 13, 21, 23, 31 AND 34). SN 74-701,469. 
PUB. 10-15-1996. FILED 7-14-1995. 

2,028,425 (See Class 9 for this trademark). 

2,028,584 (See Class 3 for this trademark). 

2,028,588. INTERSORB. MARLIN PRODUCTS, INC., (U.S. 
CLS. 13, 21, 23, 31 AND 34). SN 75-021,121. PUB. 
10-15-1996. FILED 11-20-1995. 

2,028,736. EVEREADY AND DESIGN. EVEREADY BAT- 
TERY COMPANY, INC., (U.S. CLS. 13, 21, 23, 31 AND 34). 
SN 75-044,306. PUB. 10-15-1996. FILED 1-16-1996. 

2,028,772. RICEMAN. CHUNG YUAN CHANG, (U.S. CLS. 
13, 21, 23, 31 AND 34). SN 75-048,378. PUB. 10-15-1996. 
FILED 1-25-1996. 

2,028,933. CANDLEGLOBE. CANDLE STATION, LTD., 
THE, (U.S. CLS. 13, 21, 23, 31 AND 34). SN 75-060,711. 
PUB. 10-15-1996. FILED 2-21-1996. 

2,028,935. OPAC. CALMAC MANUFACTURING CORPO- 
RATION, (U.S. CLS. 13, 21, 23, 31 AND 34). SN 75-060,760. 
PUB. 10-15-1996. FILED 2-22-1996. 

2,028,966. SCOTTSDALE. LSI LIGHTING SYSTEMS, INC., 
(US. CLS. 13, 21, 23, 31 AND 34). SN 75-063,900. PUB. 
10-15-1996. FILED 2-27-1996. 

2,028,991. VITROPORE. PALL CORPORATION, (U.S. CLS. 
13, 21, 23, 31 AND 34). SN 75-066,076. PUB. 10-15-1996. 
FILED 3-1-1996. 

2,028,994. OMNIKAT. POWERLITE INC., (U.S. CLS. 13, 21, 
23, 31 AND 34). SN 75-066,970. PUB. 10-15-1996. FILED 
3-4-1996. 
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2,028,996. ALLEYKAT. POWERLITE INC., (U.S. CLS. 13, 21, 
23, 31 AND 34). SN 75-067,153. PUB. 10-15-1996. FILED 
3-4-1996. 

2,029,006. THE POTOMAC. HUNTER FAN COMPANY, 
(U.S. CLS. 13, 21, 23, 31 AND 34). SN 75-068,471. PUB. 
10-15-1996. FILED 3-6-1996. 


2,029,055 (See Class 9 for this trademark). 


CLASS 12—VEHICLES 


2,028,092. KODIAK AND DESIGN. U-CON CORPORATION, 
(U.S. CLS. 19 AND 21). SN 74-448,726. PUB. 11-29-1994. 
FILED 10-18-1993. 


2,028,106. A-CLASS. MERCEDES-BENZ AKTIENGESELL- 
SCHAFT, (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
74-495,457. PUB. 10-15-1996. FILED 2-25-1994. 


2,028,107. G-CLASS. MERCEDES-BENZ AKTIENGESELL- 
SCHAFT, (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
74-495,458. PUB. 10-15-1996. FILED 2-25-1994. 


2,028,111. CL-CLASS. MERCEDES-BENZ AKTIENGE- 
SELLSCHAFT, (U.S. CL. 19). SN 74-504,670. PUB. 
10-15-1996. FILED 3-24-1994. 


2,028,112. CLK-CLASS. MERCEDES-BENZ AKTIENGE- 
SELLSCHAFT, (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
74-504,675. PUB. 10-15-1996. FILED 3-24-1994. 


2,028,171. SQUADRON. FAIRLINE BOATS PLC, (U.S. CLS. 
19, 21, 23, 31, 35 AND 44). SN 74-613,424. PUB. 10-15-1996. 
FILED 12-20-1994. 


2,028,190. THE BACKPACK FOR YOUR CAR. KANGA 
COMPANY, INC., THE, (U.S. CLS. 19, 21, 23, 31, 35 AND 
44). SN 74-638,477. PUB. 10-15-1996. FILED 2-27-1995. 


2,028,286. PYTHON AND DESIGN. AZ INDUSTRIES, IN- 
CORPORATED, (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
74-687,119. PUB. 4-2-1996. FILED 6-12-1995. 


2,028,399. MISCELLANEOUS DESIGN. DELOUPE, INC., 
(U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 74-714,685. PUB. 
10-15-1996. FILED 8-14-1995. 

2,028,404 (See Class 6 for this trademark). 

2,028,454. METROPANE. METROPANE, INC., MULTIPLE 
CLASS, (INT. CLS. 12, 37 AND 40), (U.S. CLS. 19, 21, 23, 
31, 35, 44, 100, 103 AND 106). SN 74-732,105. PUB. 
10-15-1996. FILED 9-21-1995. 


2,028,484. P500. PIRELLI COORDINAMENTO PNEUMA- 
TICI S.P.A., (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
75-003,190. PUB. 10-15-1996. FILED 10-10-1995. 

2,028,496. CARTS VERMONT. TERALD WILSON, INC., 
DBA CARTS VERMONT, (U.S. CLS. 19, 21, 23, 31, 35 
AND 44). SN _ 75-005,758. PUB. 10-15-1996. FILED 
10-16-1995. 

2,028,514. QUICKIE T45. QUICKIE DESIGNS INC., (U.S. 
CLS. 19, 21, 23, 31, 35 AND 44). SN 75-009,764. PUB. 
10-15-1996. FILED 10-20-1995. 


2,028,528. TSW. TIGER WHEELS HOLDING LIMITED, 
(U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 75-012,705. PUB. 
10-15-1996. FILED 10-31-1995. 


2,028,543. WESTPORT. WESTPORT SHIPYARD, INC., (U.S. 
CLS. 19, 21, 23, 31, 35 AND 44). SN 75-014,830. PUB. 
10-15-1996. FILED 11-3-1995. 

2,028,592. FOILCAT. KVAERNER FJELLSTRAND ASS, 
(U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 75-021,806. PUB. 
10-15-1996. FILED 11-20-1995. 

2,028,672. VITO. MERCEDES-BENZ AKTIENGESELL- 
SCHAFT, (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
75-036,252. PUB. 10-15-1996. FILED 12-22-1995. 

2,028,790. SHADOW MACH 2 AND DESIGN. QUICKIE DE- 
SIGNS INC., (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
75-049,326. PUB. 10-15-1996. FILED 1-29-1996. 


2,028,822. DISCOVER HOW OUR CELLS WORK FOR YOUR 
CELLS. SUPRACOR SYSTEMS, INC., MULTIPLE 
CLASS, (INT. CLS. 12 AND 20), (U.S. CLS. 2, 13, 19, 21, 22, 
23, 25, 31, 32, 35, 44 AND 50). SN 75-051,887. PUB. 
10-15-1996. FILED 2-1-1996. 
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2,028,833. FREERIDER. FREERIDER CORPORATION 
LTD., (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 75-052,591. 
PUB. 10-15-1996. FILED 2-2-1996. 


2,028,953. ISLAND RUNNER. ISLAND RUNNER BOATS & 
MARINE, INC., (U.S. CLS. 19, 21, 23, 31, 35 AND 44). SN 
75-062,771. PUB. 10-15-1996. FILED 2-26-1996. 


2,028,964. HAWK. JAYCO, INC., (U.S. CLS. 19, 21, 23, 31, 35 
AND 44). SN 75-063,709. PUB. 10-15-1996. FILED 
2-26-1996. 


2,029,050. SPORTLINE. JUST WHEELS & TIRES CO., (U.S. 
CLS. 19, 21, 23, 31, 35 AND 44). SN 75-091,216. PUB. 
10-15-1996. FILED 4-19-1996. 


CLASS 14—JEWELRY 


2,028,061. TRIUMPH. A CLASSIC TIME WATCH CO., 
INC., (U.S. CL. 27). SN 74-114,583. PUB. 10-29-1991. 
FILED 11-13-1990. 


2,028,068. MISCELLANEOUS DESIGN. MCDONALD'S 
CORPORATION, (U.S. CL. 28). SN 74-196,989. PUB. 
5-5-1992. FILED 8-22-1991. 


2,028,100. MANHATTAN. CROTON WATCH CO. INC., 
(U.S. CLS. 2, 27, 28 AND 50). SN 74-480,340. PUB. 
10-15-1996. FILED 1-19-1994. 


2,028,102. BALTO. CLEVELAND MUSEUM OF NATURAL 
HISTORY, THE, (U.S. CL. 28). SN 74~488,798. PUB. 
5-30-1995. FILED 2-10-1994. 


2,028,301 (See Class 8 for this trademark). 
2,028,318. MELODY DESIGNS AND DESIGN. MAYER, 


MELODY, (U.S. CLS. 2, 27, 28 AND 50). SN 74-694,423. 
PUB. 10-15-1996. FILED 6-27-1995. 


2,028,428. MISCELLANEOUS DESIGN. BRYANT ENTER- 
PRISES, INC., (U.S. CLS. 2, 27, 28 AND 50). SN 74-724,227. 
PUB. 10-15-1996. FILED 9-1-1995. 


2,028,584 (See Class 3 for this trademark). 


2,028,591. MISCELLANEOUS DESIGN. JOE BOXER COR- 
PORATION, (U.S. CLS. 2, 27, 28 AND 50). SN 75-021,762. 
PUB. 7-9-1996. FILED 11-17-1995. 


2,028,683. CTC AND DESIGN. CREATION TIME CORPO- 
RATION, (U.S. CLS. 2, 27, 28 AND 50). SN 75-038,277. 
PUB. 10-15-1996. FILED 12-28-1995. 


2,028,703. FDC. SCHACHTER-FEIN DESIGNS, LTD., (U.S. 
CLS. 2, 27, 28 AND 50). SN 75-040,623. PUB. 10-15-1996. 
FILED 1-5-1996. 


2,029,007. NECK AND DESIGN. PETER BRAMS DESIGNS, 
LTD., (U.S. CLS. 2, 27, 28 AND 50). SN 75-068,708. PUB. 
10-15-1996. FILED 3-7-1996. 


2,029,029. SOLAR METALSMITHS AND DESIGN. SAUN- 
DERS, WILLIAM E., DBA SOLAR METALSMITHS, CO., 
(U.S. CLS. 2, 27, 28 AND 50). SN 75-075,254. PUB. 
10-15-1996. FILED 3-19-1996. 


CLASS 15—MUSICAL INSTRUMENTS 


2,028,234. WITHDRAWN. 


2,028,354. THE ORIGINAL TOMMY HAWK. THOMAS G. 
BARTH, TA TOM BARTH’S MUSIC BOX, (U.S. CLS. 2, 21 
AND 36). SN 74-703,810. PUB. 10-15-1996. FILED 
7-20-1995. 


2,028,992. MARIMBA ONE. MARIMBA ONE, INC., (U.S. 
CLS. 2, 21 AND 36). SN 75-066,428. PUB. 10-15-1996. 
FILED 3-1-1996. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


2,028,076. DISC AND DESIGN. CARLSON LEARNING 
COMPANY, MULTIPLE CLASS, (INT. CLS. 16 AND 41), 
(U.S. CLS. 37, 38 AND 107). SN 74-320,491. PUB. 
10-15-1996. FILED 10-7-1992. 

2,028,077. PROACTIVE (STYLIZED). SPROULL, HOWARD 
E. Il, (U.S. CLS. 2, 37 AND 38). SN 74-349,834. PUB. 
2-8-1994. FILED 1-21-1993. 

2,028,083. ONE LINER LEADER. TECHNICS IN MANAGE- 
MENT TRANSFER, INC., (U.S. CL. 38). SN 74-382,244. 
PUB. 10-15-1996. FILED 4-26-1993. 


2,028,085. FAHRENHEIT. AEGIS ENTERTAINMENT, 
INC., DBA WILDSTORM PRODUCTIONS, (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). SN 74-388,800. PUB. 
10-15-1996. FILED 5-4-1993. 

2,028,095. FEDWORLD (STYLIZED). NATIONAL TECHNI- 
CAL INFORMATION SERVICE, (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). SN 74-462,153. PUB. 3-7-1995. FILED 
10-6-1993. 

2,028,135. JULIETTE. RINGLING BROS.-BARNUM & 
BAILEY COMBINED SHOWS, INC., MULTIPLE CLASS, 
(INT. CLS. 16, 21, 28 AND 41), (U.S. CLS. 2, 5, 13, 22, 23, 
29, 30, 33, 37, 38, 40, 50, 100, 101 AND 107). SN 74-551,985. 
PUB. 10-15-1996. FILED 7-21-1994. 

2,028,136. ROMEO. RINGLING' BROS.-BARNUM & 
BAILEY COMBINED SHOWS, INC., MULTIPLE CLASS, 
(INT. CLS. 16, 21, 28 AND 41), (U.S. CLS. 2, 5, 22, 23, 29, 
33, 37, 38, 50, 100, 101 AND 107). SN 74-551,986. PUB. 
10-15-1996. FILED 7-21-1994. 

2,028,153. OB/GYN HEALTH ADVISER. DOWDEN PUB- 
LISHING COMPANY, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). SN 74-588,535. PUB. 10-15-1996. FILED 
10-17-1994. 

2,028,156. UNIFORM CITY EXPRESS AND DESIGN. UNI- 
FORM CITY CATALOG CORPORATION, (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). SN 74-595,817. PUB. 10-15-1996. 
FILED 11-7-1994. 

2,028,158. ROCKET SCIENCE. ROCKET SCIENCE, LTD., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 74-597,372. 
PUB. 3-5-1996. FILED 11-10-1994. 


2,028,163. PROTIP. INTERNATIONAL DATA GROUP, 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
74-600,579. PUB. 10-15-1996. FILED 11-18-1994. 

2,028,166. PLATINUM EDGE. PLATINUM TECHNOLOGY, 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
74-606,096. PUB. 10-15-1996. FILED 11-25-1994. 

2,028,177. SEIDMAN AUTOANALYTICS. SEIDMAN & CO., 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
74-622,082. PUB. 10-15-1996. FILED 1-17-1995. 

2,028,179. IOX. IRAWAN, BENDY, DBA INCOMIX, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 74-622,344. PUB. 
10-15-1996. FILED 1-17-1995. 

2,028,211. MOMENTS IN TIME LIMITED EDITIONS. NET- 
WORK IIL, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
74-658,218. PUB. 7-2-1996. FILED 4-10-1995. 

2,028,220. FUTURE FASHION AND DESIGN. OTTO-VER- 
SAND (GMBH & CO), MULTIPLE CLASS, (INT. CLS. 16, 
20, 24, 25 AND 42), (U.S. CLS. 2, 5, 13, 22, 23, 25, 29, 32, 37, 
38, 39, 42, 50, 100 AND 101). SN 74-663,233. PUB. 
10-15-1996. FILED 4-19-1995. 

2,028,227 (See Class 9 for this trademark). 

2,028,242. ON THE AISLE. BROADWAY TELEVISION 
NETWORK, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). SN 74-674,105. PUB. 10-15-1996. FILED 5-15-1995. 

2,028,252 (See Class 9 for this trademark). 

2,028,262. CALLWRITER. DISTRIBUTEL, INC., MULTIPLE 
CLASS, (INT. CLS. 16 AND 38), (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38, 50, 100, 101 AND 104). SN 74-682,093. PUB. 
10-15-1996. FILED 5-30-1995. 

2,028,272. CIMTEK—THOMAS AND DESIGN. CIMTEK— 
THOMAS, MULTIPLE CLASS, (INT. CLS. 16 AND 35), 
(US. CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100, 101 AND 102). SN 
74-685,548. PUB. 10-15-1996. FILED 6-7-1995. 
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2,028,289. WATERGUARD. DOCUMENT CONTROL SYS- 
TEMS, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
74-687,735. PUB. 10-15-1996. FILED 6-13-1995. 

2,028,292. PARADISUS AND DESIGN. DORPAN, S.L., MUL- 
TIPLE CLASS, (INT. CLS. 16 AND 42), (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38, 50, 100 AND 101). SN 74-688,470. PUB. 
10-15-1996. FILED 6-15-1995. 

2,028,296. FAMILY READING NIGHT. DEMCO, INC., (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 74-689,562. PUB. 
10-15-1996. FILED 6-16-1995. 

2,028,298 (See Class 9 for this trademark). 

2,028,311 (See Class 9 for this trademark). 

2,028,321. SEED DEVELOPMENTS. ASGROW SEED COM- 
PANY, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
74-695,104. PUB. 10-15-1996. FILED 6-29-1995. 

2,028,329. MAXXLINE. NBC FOURTH REALTY CORP., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 74-697,796. 
PUB. 10-15-1996. FILED 7-6-1995. 

2,028,380. INDEPENDENT ENERGY. PENNWELL PUB- 
LISHING COMPANY, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 74-709,869. PUB. 10-15-1996. FILED 8-2-1995. 

2,028,388. POSITIVE MOVES AND DESIGN. CWD INTER- 
NATIONAL, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 33 AND 
50). SN 74-713,147. PUB. 10-15-1996. FILED 8-9-1995. 

2,028,394. POSITIVE MOVES. CWD INTERNATIONAL, 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
74-713,834. PUB. 10-15-1996. FILED 8-10-1995. 

2,028,403. HERESHEIS. MCMURCHIE, LESLIE, (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). SN 74-715,567. PUB. 
4-2-1996. FILED 8-14-1995. 

2,028,412. QUILT SAMPLER, MEREDITH CORPORATION, 
(US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 74-718,668. 
PUB. 10-15-1996. FILED 8-21-1995. 

2,028,438. WOMEN ABOARD AND DESIGN. RUSSELL, 
MARIA B., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
74-726,570. PUB. 10-15-1996. FILED 9-8-1995. 

2,028,460 (See Class 9 for this trademark). 

2,028,464. TIGER/SDTS. U.S. BUREAU OF THE CENSUS, 
(US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 74-734,706. 
PUB. 10-15-1996. FILED 8-7-1995. 

2,028,466. TIGER/GICS. U.S. BUREAU OF THE CENSUS, 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 74-734,712. 
PUB. 10-15-1996. FILED 8-11-1995. 

2,028,526. AKIKO ON THE PLANET SMOO. SIRIUS EN- 
TERTAINMENT, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-012,287. PUB. 10-15-1996. FILED 
10-30-1995. 

2,028,536. PIZZA-TAINER. ARVCO CONTAINER CORPO- 
RATION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-014,015. PUB. 10-15-1996. FILED 11-2-1995. 

2,028,554. HAPPY HAND. LOW, SUSAN AS GUARDIAN 
OF ELIZABETH LOW, A US. CITIZEN, AND LOW, 
RICHARD AS GUARDIAN OF ELIZABETH LOW, A 
U.S. CITIZEN, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-016,178. PUB. 10-15-1996. FILED 10-19-1995. 

2,028,584 (See Class 3 for this trademark). 

2,028,642. X FILES AND DESIGN. TWENTIETH CENTURY 
FOX FILM CORPORATION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). SN 75-028,912. PUB. 10-15-1996. FILED 
11-3-1995. 

2,028,647. ISHAGE. INTERNATIONAL SOCIETY FOR HE- 
MATOLOGY & GRAFT ENGINEERING, (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). SN 75-030,115. PUB. 10-15-1996. 
FILED 12-8-1995. 

2,028,658. RAINWATER PRESS. MCCARTHY, NANCY, 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-032,446. 
PUB. 10-15-1996. FILED 12-14-1995. 

2,028,688. WELL SAID. CEDARS-SINAI MEDICAL 
CENTER, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-038,772. PUB. 10-15-1996. FILED 12-29-1995. 

2,028,709 (See Class 9 for this trademark). 

2,028,721. PRACTICE MANAGEMENT INSTITUTE. ASSIS- 
TEX, INC., MULTIPLE CLASS, (INT. CLS. 16 AND 41), 
(US. CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100, 101 AND 107). SN 
75-043,134. PUB. 10-15-1996. FILED 12-28-1995. 

2,028,758. HEART HELPER. CONSUMER MEDHELP, INC., 
(US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-047,004. 
PUB. 10-15-1996. FILED 1-11-1996. 
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2,028,761. SYMPHONY. EVERSHARP PEN COMPANY, 
(US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-047,260. 
PUB. 10-15-1996. FILED 1-23-1996. 

2,028,763. THE JOYS OF CROSS-STITCH (STYLIZED). 
OXMOOR HOUSE, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). SN 75-047,656. PUB. 10-15-1996. FILED 
1-24-1996. 

2,028,768. ADHERENCE, INC. AND DESIGN. ADHER- 
ENCE, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-048,033. PUB. 10-15-1996. FILED 1-25-1996. 

2,028,769. THE GARP MONITOR. BAKER, WILLIAM W., 
(US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-048,035. 
PUB. 10-15-1996. FILED 1-25-1996. 

2,028,776 (See Class 9 for this trademark). 

2,028,782. SUPERSOFT. KRAFT CONTAINER CORPORA- 
TION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-048,727. PUB. 10-15-1996. FILED 1-26-1996. 

2,028,792. REMOTE CONTROL. CULLMAN VENTURES, 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-049,680. PUB. 10-15-1996. FILED 1-29-1996. 

2,028,794. HOT PINK. GIBBONS, ANNE, (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). SN 75-049,745. PUB. 10-15-1996. 
FILED 1-29-1996. 

2,028,795. ACCESSA. SIMON, DAVID, DBA DGSL PUB- 
LISHING, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-049,749. PUB. 10-15-1996. FILED 1-29-1996. 

2,028,799. ISUZU TRUCK FIRST. AMERICAN ISUZU 
MOTORS INC., DBA ISUZU MOTORS LIMITED, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-050,378. PUB. 
10-15-1996. FILED 1-30-1996. 

2,028,800. ISUZU FIRST. AMERICAN ISUZU MOTORS 
INC., DBA ISUZU MOTORS LIMITED, (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). SN 75-050,379. PUB. 10-15-1996. 
FILED 1-30-1996. 

2,028,831. SURRENDER TO SUCCESS. FIRST BAPTIST 
CHURCH OF CLEARWATER, INC., DBA CALVARY 
BAPTIST CHURCH, MULTIPLE CLASS, (INT. CLS. 16 
AND 42), (U.S. CLS. 2, 5, 22, 23, 29, 37, 38, 50, 100 AND 
101). SN 75-052,350. PUB. 10-15-1996. FILED 2-2-1996. 

2,028,832. VEGAS VIC. PHILADELPHIA NEWSPAPERS, 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-052,499. PUB. 10-15-1996. FILED 2-2-1996. 

2,028,854. MINI-TWIN. FORT HOWARD CORPORATION, 
(US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-054,431. 
PUB. 10-15-1996. FILED 2-7-1996. 

2,028,868 (See Class 5 for this trademark). 

2,028,876. DESIGN TO PRINT. SUMNER COMMUNICA- 
TIONS, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-056,141. PUB. 10-15-1996. FILED 2-12-1996. 

2,028,882. DERMATOLOGY NURSING. ANTHONY J. JAN- 
NETTI, INC., (US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-056,390. PUB. 10-15-1996. FILED 2-12-1996. 

2,028,908. WHITE GOLD. MORGAN ADHESIVES COMPA- 
NY, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-058,736. PUB. 10-15-1996. FILED 2-15-1996. 

2,028,915. SPORTING THOUGHTS. SPORTING 
THOUGHTS LLC, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). SN 75-059,320. PUB. 10-15-1996. FILED 2-16-1996. 

2,028,918. MISCELLANEOUS DESIGN. PACON CORPORA- 
TION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-059,401. PUB. 10-15-1996. FILED 2-20-1996. 

2,028,919. COLORWAVE. PACON CORPORATION, (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-059,402. PUB. 
10-15-1996. FILED 2-20-1996. 

2,028,925. STACKERS. LISA FRANK, INC., (U.S. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). SN 75-060,127. PUB. 10-15-1996. 
FILED 2-20-1996. 

2,028,929. MAYO CLINIC HEALTH LETTER. MAYO FOUN- 
DATION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-060,349. PUB. 10-15-1996. FILED 2-21-1996. 

2,028,944. MINILOG. GODA & ASSOCIATES, INC., (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-061,790. PUB. 
10-15-1996. FILED 1-17-1996. 

2,028,948. DIAMOND TRIBUTE. FLEER CORP., (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-061,997. PUB. 
10-15-1996. FILED 2-26-1996. 
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2,028,949. TUFFCORR. PRATT INDUSTRIES (U.S.A.), INC., 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-062,321. 
PUB. 10-15-1996. FILED 2-23-1996. 

2,028,955. DOCU PLUS. WILLAMETTE INDUSTRIES, 
INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-062,833. PUB. 10-15-1996. FILED 2-26-1996. 

2,028,970. MEN’S PERSPECTIVE. METROPOLIS PUBLICA- 
TIONS, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-064,003. PUB. 10-15-1996. FILED 2-26-1996. 

2,028,974. VISYSTAX. PRATT INDUSTRIES (U.S.A.), INC., 
(US. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 75-064,402. 
PUB. 10-15-1996. FILED 2-26-1996. 

2,028,989. EXPERIENCE KANSAS CITY. MULTI SERVICE 
CORPORATION, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 
SN 75-065,974. PUB. 10-15-1996. FILED 3-1-1996. 

2,028,990. BUILD YOUR OWN. STUART HALL COMPA- 
NY, INC., (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-066,068. PUB. 10-15-1996. FILED 3-1-1996. 

2,029,042. EXCESS. PEN WERKS, LLC., (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). SN 75-079,751. PUB. 10-15-1996. 
FILED 3-28-1996. 

2,029,048. PHISH. PHISH, INC., (U.S. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). SN 75-085,659. PUB. 10-15-1996. FILED 
4-9-1996. 

2,029,051. IW LABS. MECKLERMEDIA CORPORATION, 
MULTIPLE CLASS, (INT. CLS. 16 AND 42), (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38, 50, 100 AND 101). SN 75-091,594. PUB. 
10-15-1996. FILED 4-19-1996. 

2,029,053. CRYPTKEEPER. TALES FROM THE CRYPT 
HOLDINGS, (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). SN 
75-094,995. PUB. 10-15-1996. FILED 4-26-1996. 

2,029,055 (See Class 9 for this trademark). 


CLASS 17—RUBBER GOODS 


2,028,116. EX-CEL AND DESIGN. JAIN IRRIGATION SYS- 
TEMS LTD., (US. CLS. 1, 5, 12, 13, 35 AND 50). SN 
74-511,635. PUB. 4-18-1995. FILED 4-12-1994. 

2,028,149. 3HL-FI: GINEGAR PLASTIC PRODUCTS, (U.S. 
CLS. 1, 5, 12, 13, 35 AND 50). SN 74-580,531. PUB. 
10-15-1996. FILED 9-30-1994. 

2,028,188. KSS AND DESIGN. KAI SUH SUH ENTERPRISE 
CO., LTD., MULTIPLE CLASS, (INT. CLS. 17 AND 20), 
(U.S. CLS. 1, 2, 5, 12, 13, 22, 25, 32, 35 AND 50). SN 
74-638,177. PUB. 10-15-1996. FILED 2-24-1995. 

2,028,266 (See Class 4 for this trademark). 

2,028,352. DEPRON. HOECHST HOLLAND N.V., (US. 
CLS. 1, 5, 12, 13, 35 AND 50). SN 74-702,720. PUB. 
10-15-1996. FILED 7-13-1995. 

2,028,404 (See Class 6 for this trademark). 

2,028,446. ACOUSTI-CURTAIN AND DESIGN. INPLANT 
ENVIRO SYSTEMS 2000, INC., (U.S. CLS. 1, 5, 12, 13, 35 
AND 50). SN 74-729,383. PUB. 10-15-1996. FILED 
9-14-1995. 

2,028,635. SEATEX. RUBATEX CORPORATION, (U.S. CLS. 
1, 5, 12, 13, 35 AND 50). SN 75-027,585. PUB. 10-15-1996. 
FILED 12-4-1995. 

2,028,738. COLOR-FIL (STYLIZED). BAVINGER, INC., (U.S. 
CLS. 1, 5, 12, 13, 35 AND 50). SN 75-044,385. PUB. 
10-15-1996. FILED 1-16-1996. 

2,028,741. VERTITE. VERTEX, INCORPORATED, (U.S. 
CLS. 1, 5, 12, 13, 35 AND 50). SN 75-044,602. PUB. 
10-15-1996. FILED 1-17-1996. 

2,028,891. SIFT-SOCKS. SIFTEX EQUIPMENT CO., (US. 
CLS. 1, 5, 12, 13, 35 AND 50). SN 75-057,070. PUB. 
10-15-1996. FILED 2-12-1996. 

2,029,010. GATOR GRIP. FREDERICKSEAL, INC., (US. 
CLS. 1, 5, 12, 13, 35 AND 50). SN 75-069,843. PUB. 
10-15-1996. FILED 3-11-1996. 

2,029,011. CLARK SEALS, LTD. AND DESIGN. CLARK 
SEALS, LTD., (U.S. CLS. 1, 5, 12, 13, 35 AND 50). SN 
75-070,625. PUB. 10-15-1996. FILED 3-11-1996. 

2,029,013. COBRA. PREMIER PYTHON SYSTEMS, INC., 
(WS. CLS. 1, 5, 12, 13, 35 AND 50). SN 75-071,218. PUB. 
10-15-1996. FILED 3-4-1996. 
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CLASS 18—LEATHER GOODS 


2,028,060. MIKKI (STYLIZED). DRIVER, MELVIN B., (U.S. 
CL. 3). SN 73-818,904. PUB. 6-13-1995. FILED 8-14-1989. 

2,028,657 (See Class 3 for this trademark). 

2,028,900. LEKI. LEKI-SPORT LENHART GMBH, (US. 
CLS. 1, 2, 3, 22 AND 41). SN 75-057,776. PUB. 10-15-1996. 
FILED 2-14-1996. 

2,028,997. POPULAR PET. HACHT SALES AND MARKET- 
ING, LTD., (U.S. CLS. 1, 2, 3, 22 AND 41). SN 75-067,154. 
PUB. 10-15-1996. FILED 3-4-1996. 


2,029,018. WOOLRICH SINCE 1830 AND DESIGN. JOHN 
RICH & SONS INVESTMENT HOLDING COMPANY, 
MULTIPLE CLASS, (INT. CLS. 18, 24 AND 25), (US. 
CLS. 1, 2, 3, 22, 39, 41, 42 AND 50). SN 75-072,122. PUB. 
10-15-1996. FILED 3-13-1996. 


2,029,019. WOOLRICH AND DESIGN. JOHN RICH & SONS 
INVESTMENT HOLDING COMPANY, MULTIPLE 
CLASS, (INT. CLS. 18, 24 AND 25), (U.S. CLS. 1, 2, 3, 22, 
39, 41, 42 AND 50). SN 75-072,123. PUB. 10-15-1996. FILED 
3-13-1996. 


CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


2,028,198. SUPER SHED AND DESIGN. PRECISION WOOD 
PRODUCTS L.L.C., (U.S. CLS. 1, 12, 33 AND 50). SN 
74-647,380. PUB. 10-15-1996. FILED 3-16-1995. 


2,028,256. BOMBOY AND DESIGN. BOMBOY, INC., MUL- 
TIPLE CLASS, (INT. CLS. 19 AND 20), (U.S. CLS. 1, 2, 12, 
13, 22, 25, 32, 33 AND 50). SN 74-679,442. PUB. 10-15-1996. 
FILED 5-23-1995. 


2,028,305. ON AND DESIGN. OGLEBAY NORTON COM- 
PANY, (U.S. CLS. 1, 12, 33 AND 50). SN 74-691,449. PUB. 
10-15-1996. FILED 6-21-1995. 


2,028,307. ON AND DESIGN. OGLEBAY NORTON COM- 
PANY, (U.S. CLS. 1, 12, 33 AND 50). SN 74-691,579. PUB. 
10-15-1996. FILED 6-21-1995. 


2,028,422. THE PACIFIC LUMBER COMPANY. PACIFIC 
LUMBER COMPANY, THE, (U.S. CLS. 1, 12, 33 AND 50). 
SN 74-721,725. PUB. 10-15-1996. FILED 8-28-1995. 


2,028,429. 7-11 POOL PRODUCTS AND DESIGN. 7-11 
POOL PRODUCTS, (U.S. CLS. 1, 12, 33 AND 50). SN 
74-724,236. PUB. 10-15-1996. FILED 9-1-1995. 


2,028,503. THE FOREVER DOCK. PHOENIX RECYCLED 
PLASTICS, (U.S. CLS. 1, 12, 33 AND 50). SN 75-007,142. 
PUB. 10-15-1996. FILED 10-11-1995. 


2,028,567. C-COVE. KIM SUPPLY, INC., (U.S. CLS. 1, 12, 33 
AND 50). SN 75-018,919. PUB. 10-15-1996. FILED 
11-13-1995. 

2,028,674. TIM TRIM. MCNAIR FURNITURE, INC., (U.S. 
CLS. 1, 12, 33 AND 50). SN 75-036,826. PUB. 10-15-1996. 
FILED 12-21-1995. 


2,028,716. COOL ROTORS. VELLIOS MOTORSPORTS 
INC., (U.S. CLS. 1, 12, 33 AND 50). SN 75-042,121. PUB. 
10-15-1996. FILED 1-11-1996. 

2,028,750. RETROWRAP. SLICKBAR PRODUCTS CORPO- 
RATION, (U.S. CLS. 1, 12, 33 AND 50). SN 75-045,710. 
PUB. 10-15-1996. FILED 1-18-1996. 


2,028,773. MILLENIUM. ALLIEDSIGNAL INC., (U.S. CLS. 
1, 12, 33 AND 50). SN 75-048,446. PUB. 10-15-1996. FILED 
1-25-1996. 

2,028,813. MAXIPANEL (STYLIZED). MAXITILE, INC., 
(U.S. CLS. 1, 12, 33 AND 50). SN 75-051,086. PUB. 
10-15-1996. FILED 1-31-1996. 


2,028,911. SOUTHERN PEARL. TENNESSEE VALLEY 
LIMESTONE, INC., (U.S. CLS. 1, 12, 33 AND 50). SN 
75-058,902. PUB. 10-15-1996. FILED 2-16-1996. 

2,028,931. WORLD CLASS FLOORS. CONTACT LUMBER 
COMPANY, (U.S. CLS. 1, 12, 33 AND 50). SN 75-060,589. 
PUB. 10-15-1996. FILED 2-21-1996. 
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2,028,998. THERMALSWING. CAYENNE CORPORATION, 
(U.S. CLS. 1, 12, 33 AND 50). SN 75-067,278. PUB. 
10-15-1996. FILED 3-4-1996. 

2,029,054. CHEMTRED. CHEMGRATE CORPORATION, 
(U.S. CLS. 1, 12, 33 AND 50). SN 75-103,352. PUB. 
10-15-1996. FILED 5-13-1996. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


2,028,088. GLIDE N’GUARD. GLIDE N’GUARD FLOOR 
PROTECTION LTD., (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 
SN 74-428,927. PUB. 11-14-1995. FILED 8-26-1993. 

2,028,103. BALTO, CLEVELAND MUSEUM OF NATURAL 
HISTORY, THE, (U.S. CL. 50). SN 74~-488,799. PUB. 
5-16-1995. FILED 2-10-1994. 

2,028,185 (See Class 9 for this trademark). 

2,028,188 (See Class 17 for this trademark). 

2,028,216. SERVICE IS PART OF THE PACKAGE, CHAS 
SAMBRAILO PAPER COMPANY, (U.S. CLS. 2, 13, 22, 25, 
32 AND 50). SN 74-662,057. PUB. 10-15-1996. FILED 
4-17-1995. 

2,028,220 (See Class 16 for this trademark). 

2,028,230. MISCELLANEOUS DESIGN. TABLE TOYS, INC., 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 74-669,575. PUB. 
10-15-1996. FILED 5-4-1995. 

2,028,235. THE BODY HUG. AMERICAN FIBER INDUS- 
TRIES, CORP., (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 
74-672,537. PUB. 10-15-1996. FILED 5-1-1995. 

2,028,236. WELLCRAFT CUSTOM CABINETRY (STYLIZED). 
WELLBORN CABINET, INC., (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). SN 74-672,640. PUB. 10-15-1996. FILED 
5-11-1995. 

2,028,256 (See Class 19 for this trademark). 

2,028,260. GRILL STUFF EVERYTHING BUT THE STEAK 
AND DESIGN. MR. BAR-B-Q-, INC., MULTIPLE CLASS, 
(INT. CLS. 20, 21 AND 24), (U.S. CLS. 2, 13, 22, 23, 25, 29, 
30, 32, 33, 40, 42 AND 50). SN 74-680,638. PUB. 10-15-1996. 
FILED 5-26-1995. 

2,028,301 (See Class 8 for this trademark). 

2,028,303. VISTA PRODUCTS AND DESIGN. VISTA PROD- 
UCTS, INC., (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 
74-691,063. PUB. 10-15-1996. FILED 6-20-1995. 

2,028,304. VISTA. VISTA PRODUCTS, INC., (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). SN 74-691,064. PUB. 10-15-1996. 
FILED 6-20-1995. 

2,028,402 (See Class 6 for this trademark). 

2,028,435. ALEXANDER JULIAN HOME COLOURS AND 
DESIGN. ALEXANDER JULIAN, INC., (U.S. CLS. 2, 13, 
22, 25, 32 AND 50). SN 74-725,518. PUB. 10-15-1996. FILED 
9-5-1995. 

2,028,641. SLUMBER SAFE. SLUMBER SAFE, INC., (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). SN 75-028,819. PUB. 
10-15-1996. FILED. 12-4-1995. 

2,028,650. RECLINA-GLIDER. LA-Z-BOY CHAIR COMPA- 
NY, (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 75-030,347. 
PUB. 10-15-1996. FILED 11-30-1995. 

2,028,695. GREAT FURNITURE ANY WAY YOU LOOK AT 
IT. BROYHILL FURNITURE INDUSTRIES, INC., (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). SN 75-039,732. PUB. 
10-15-1996. FILED 1-3-1996. 

2,028,713. QUALITY DISPLAYS. IN JUST DAYS.. AMERI- 
CAN FASTSIGNS, INC., (U.S. CLS. 2, 13, 22, 25, 32 AND 
50). SN 75-041,752. PUB. 10-15-1996. FILED 1-11-1996. 

2,028,720. QUATRINE. QUATRINE FURNITURE, INC., 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 75-043,076. PUB. 
10-15-1996. FILED 1-16-1996. 

2,028,724. WOODEN BASICS. WATERBEDS PLUS, INC., 
DBA MID-AMERICA FURNISHINGS, (U.S. CLS. 2, 13, 22, 
25, 32 AND 50). SN 75-043,450. PUB. 10-15-1996. FILED 
1-16-1996. 

2,028,797. MADE IN AMERICA AMERICAN TRAILS LIKE 
IT SHOULD BE AND DESIGN. ROADMASTER INDUS- 
TRIES, INC., (U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 
75-049,787. PUB. 10-15-1996. FILED 1-24-1996. 
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2,028,805. NEK TRACKER. MEAD CORPORATION, THE, 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 75-050,480. PUB. 
10-15-1996. FILED 1-30-1996. 


2,028,819. SOUND PILLOW. NEBADON CORPORATION, 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). SN 75-051,696. PUB. 
10-15-1996. FILED 1-30-1996. 


2,028,820. WILLOWBROOK. SIMMONS COMPANY, (U.S. 
CLS. 2, 13, 22, 25, 32 AND 50). SN 75-051,718. PUB. 
10-15-1996. FILED 2-1-1996. 


2,028,822 (See Class 12 for this trademark). 

2,028,838. COUNTER CAP AND DESIGN. WEST COMPA- 
NY, INCORPORATED, THE, (U.S. CLS. 2, 13, 22, 25, 32 
AND 50). SN 75-052,995. PUB. 10-15-1996. FILED 
1-26-1996. 


2,028,842. "TENNA TOP. MCCARTHY, JOHN, (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). SN 75-053,541. PUB. 10-15-1996. 
FILED 2-5-1996. 


2,028,897. RENOLUX. BARET, DAVID, AND SABBAG, 
DANNY, AND TZABAR, DAVID, (U.S. CLS. 2, 13, 22, 25, 
32 AND 50). SN 75-057,527. PUB. 10-15-1996. FILED 
2-13-1996. 


2,029,055 (See Class 9 for this trademark). 


CLASS 21—HOUSEWARES AND GLASS 


2,028,135 (See Class 16 for this trademark). 

2,028,136 (See Class 16 for this trademark). 

2,028,199. COYOTE AND DESIGN. COYOTE HOLDINGS, 
INC., MULTIPLE CLASS, (INT. CLS. 21, 25 AND 42), 
(U.S. CLS. 2, 13, 22, 23, 29, 30, 33, 39, 40, 50, 100 AND 101). 
SN 74-650,272. PUB. 11-14-1995. FILED 3-22-1995. 


2,028,260 (See Class 20 for this trademark). 

2,028,386. WAGON WHEEL. MOSINEE PAPER CORPORA- 
TION, (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 
74-712,371. PUB. 10-15-1996. FILED 8-7-1995. 


2,028,505. THE SNOWMAN (STYLIZED). SNOWMAN EN- 
TERPRISES LTD., MULTIPLE CLASS, (INT. CLS. 21 
AND 28), (U.S. CLS. 2, 13, 22, 23, 29, 30, 33, 38, 40 AND 50). 
SN 75-007,509. PUB. 10-15-1996. FILED 10-18-1995. 


2,028,508. KEY AND DESIGN. KEY INDUSTRIES, INC., 
MULTIPLE CLASS, (INT. CLS. 21 AND 25), (U.S. CLS. 2, 
13, 22, 23, 29, 30, 33, 39, 40 AND 50). SN 75-008,372. PUB. 
10-15-1996. FILED 10-23-1995. 


2,028,537. ASTONISH. ASTONISH PRODUCTS LIMITED, 
(U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-014,629. 
PUB. 10-15-1996. FILED 11-3-1995. 


2,028,583. THEBESTWARE AND DESIGN. KIM, HYUN, 
(U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). SN 75-020,273. 
PUB. 10-15-1996. FILED 11-15-1995. 


2,028,982. TRAP-A-JACK. FARNAM COMPANIES, INC., 
(U.S. CLS. 2, 13, 23, 2S, 30, 33, 40 AND 50). SN 75-065,215. 
PUB. 10-15-1996. FILE>) 2-29-1996. 


2,029,015. THE DRYBAR. DRYBAR INC., (U.S. CLS. 2, 13, 
23, 29, 30, 33, 40 AND 50). SN 75-071,615. PUB. 10-15-1996. 
FILED 3-12-1996. 


2,029,034. SPOT ZINGER. WILEN COMPANIES, INCOR- 
PORATED, THE, (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 
50). SN 75-076,455. PUB. 10-15-1996. FILED 3-21-1996. 


2,029,055 (See Class 9 for this trademark). 


CLASS 22—CORDAGE AND FIBERS 


2,029,025. NICAMAKA YOUR GENTLE REST ALTERNA- 
TIVE AND DESIGN. NICAMAKA DISTRIBUTORS, INC., 
(U.S. CLS. 1, 2, 7, 19, 22, 42 AND 50). SN 75-074,248. PUB. 
10-15-1996. FILED 3-18-1996. 
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2,028,191. SUPER 22 MACHINE WASHABLE AUSTRALIAN 
WOOL AND DESIGN. WILSON, SANDRA LYNNE, (U.S. 
CL. 43). SN 74-639,179. PUB. 1-30-1996. FILED 2-27-1995. 

2,028,410. PEACHES & CREME. ELMORE-PISGAH, INC., 
(U.S. CL. 43). SN 74-718,253. PUB. 3-5-1996. FILED 
8-21-1995. 

2,028,411. COUNTRY COTTON. ELMORE-PISGAH, INC., 
(U.S. CL. 43). SN 74-718,254. PUB. 3-5-1996. FILED 
8-21-1995. 


CLASS 24—FABRICS 


2,028,121. MICRONAIR. FREUDENBERG NONWOVENS 
LIMITED PARTNERSHIP, (U.S. CLS. 42 AND 50). SN 
74-522,964. PUB. 10-15-1996. FILED 5-5-1994. 

2,028,220 (See Class 16 for this trademark). 

2,028,260 (See Class 20 for this trademark). 

2,028,278. NAUTECH AND DESIGN. NAUTICA APPAREL, 
INC., MULTIPLE CLASS, (INT. CLS. 24 AND 25), (U.S. 
CLS. 22, 39, 42 AND 50). SN 74-685,986. PUB. 10-15-1996. 
FILED 6-8-1995. 

2,028,499. HALBMOND. HALBMOND TEPPICHWERKE 
GMBH, MULTIPLE CLASS, (INT. CLS. 24 AND 27), (U.S. 
CLS. 19, 20, 37, 42 AND 50). SN 75-006,598. PUB. 
10-15-1996. FILED 10-17-1995. 

2,028,657 (See Class 3 for this trademark). 

2,028,737. MISCELLANEOUS DESIGN. KIMBERLY-CLARK 
CORPORATION, (U.S. CLS. 42 AND 50). SN 75-044,322. 
PUB. 10-15-1996. FILED 1-16-1996. 

2,028,860. HALBMOND TEPPICHWERKE AND DESIGN. 
HALBMOND TEPPICHWERKE GMBH, MULTIPLE 
CLASS, (INT. CLS. 24 AND 27), (U.S. CLS. 19, 20, 37, 42 
AND 50). SN 75-055,103. PUB. 10-15-1996. FILED 2-8-1996. 

2,029,016. MINIWEAR. GEOFFREY, INC., (U.S. CLS. 42 
AND 50). SN _ 75-071,999. PUB. 10-15-1996. FILED 
3-13-1996. 

2,029,018 (See Class 18 for this trademark). 

2,029,019 (See Class 18 for this trademark). 

2,029,045. LITTLE LOP. OUR SECRET, LTD., (U.S. CLS. 42 
AND 50). SN 75-083,334. PUB. 10-15-1996. FILED 4-3-1996. 

2,029,055 (See Class 9 for this trademark). 


CLASS 25—CLOTHING 


2,028,087. ATHLETIC CLUB. DESOTO MILLS, INC., BY 
CHANGE OF NAME FROM DESOTO HOSIERY MILLS, 
INC., (U.S. CLS. 22 AND 39). SN 74-412,565. PUB. 
1-9-1996. FILED 7-15-1993. 

2,028,096. SHOOTER. SHOOTER PARIS INC., (U.S. CL. 39). 
SN 74-466,556. PUB. 10-15-1996. FILED 12-7-1993. 

2,028,115. IKKS COMPAGNIE MADE OF THE BEST ALL 
AROUND THE WORLD THIS MODEL IS THE RESULT 
OF SEVERAL YEARS OF EXPERIMENTS AND DESIGN. 
MARQUES ASSOCIEES SA, (U.S. CLS. 22 AND 39). SN 
74-509,339. PUB. 10-15-1996. FILED 4-5-1994. 

2,028,152. L.L. KIDS. L.L. BEAN, INC., (U.S. CLS. 22 AND 
39). SN 74-587,710. PUB. 10-15-1996. FILED 10-20-1994. 

2,028,154. JS COLLECTIONS. JS GROUP U.S.A. LTD., (U.S. 
CLS. 22 AND 39). SN 74-588,865. PUB. 5-7-1996. FILED 
10-21-1994. 

2,028,159. ROCKET SCIENCE. ROCKET SCIENCE, LTD., 
(US. CLS. 22 AND 39). SN 74-597,373. PUB. 3-5-1996. 
FILED 11-10-1994. 

2,028,164. NORTHERN EXPLORER. ELDER-BEERMAN 
STORES CORP., THE, (U.S. CLS. 22 AND 39). SN 
74-604,235. PUB. 10-15-1996. FILED 11-18-1994. 

2,028,173. JOLUVI AND DESIGN. FELIX, JOSE LUIS 
VIGIL, MULTIPLE CLASS, (INT. CLS. 25 AND 28), (U.S. 
CLS. 22, 23, 38, 39 AND 50). SN 74-614,641. PUB. 
10-15-1996. FILED 12-23-1994. 
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2,028,174. PLAY THE GAME FROM THE NECK UP. 
TUCKER, TRENT, (U.S. CLS. 22 AND 39). SN 74-615,410. 
PUB. 10-15-1996. FILED 12-27-1994. 

2,028,175. LOIS AND DESIGN. SAEZ MERINO, S.A., (U.S. 
CLS. 22 AND 39). SN 74-616,062. PUB. 10-15-1996. FILED 
12-28-1994. 

2,028,199 (See Class 21 for this trademark). 

2,028,220 (See Class 16 for this trademark). 

2,028,243. STARDOM. BONG HWA U.S.A., INC., (U.S. CLS. 
22 AND 39). SN 74-674,408. PUB. 10-15-1996. FILED 
5-16-1995. 

2,028,261. AMERICAN GROOVE. ZOHAR, ERICA W., (U.S. 
CLS. 22 AND 39). SN 74-681,532. PUB. 10-15-1996. FILED 
5-30-1995. 

2,028,278 (See Class 24 for this trademark). 

2,028,282. FLIP CLIP. COUNTERPARTS SPORTSWEAR, 
INC., (U.S. CLS. 22 AND 39). SN 74-686,660. PUB. 
10-15-1996. FILED 6-9-1995. 

2,028,298 (See Class 9 for this trademark). 

2,028,300 (See Class 9 for this trademark). 

2,028,310. BUCKMASTERS AND DESIGN. BUCKMASTERS, 
LTD., (U.S. CLS. 22 AND 39). SN 74-692,464. PUB. 
2-13-1996. FILED 6-22-1995. 

2,028,326. HORIZON AND DESIGN. LORNE NADLER 
SALES INC./LES VENTES LORNE NADLER INC., (U.S. 
CLS. 22 AND 39). SN 74-696,777. PUB. 10-15-1996. FILED 
7-3-1995. 

2,028,337. HYDRID. DAWSON INTERNATIONAL HOLD- 
INGS (USA), INC., (U.S. CLS. 22 AND 39). SN 74-699,795. 
PUB. 10-15-1996. FILED 7-11-1995. 

2,028,338. WATER WEAR AND DESIGN. FAMILY CLUB- 
HOUSE, (U.S. CLS. 22 AND 39). SN 74-699,965. PUB. 
10-15-1996. FILED 7-11-1995. 

2,028,344. FIRSTWEAR. HASCO INTERNATIONAL, INC., 
(U.S. CLS. 22 AND 39). SN 74-701,329. PUB. 10-15-1996. 
FILED 7-14-1995. 

2,028,367. LIGHTNING BELT AND DESIGN. OPTIGLO, 
INC., (U.S. CLS. 22 AND 39). SN 74-707,352. PUB. 
10-15-1996. FILED 7-10-1995. 

2,028,370. CORMELIS. L’IDEA S.R.L., (U.S. CLS. 22 AND 
39). SN 74-707,986. PUB. 10-15-1996. FILED 7-31-1995. 

2,028,395. OUTLAW BROS. SPORTSWEAR ‘EST. 1995 NO 
HESITATION NO REMORSE! AND DESIGN. WILKE, 
RUSSELL D., AND WILKE, JOY C., (U.S. CLS. 22 AND 
39). SN 74-714,269. PUB. 10-15-1996. FILED 8-11-1995. 

2,028,419 (See Class 9 for this trademark). 

2,028,433. KICKI PHUT (STYLIZED). THORPE, JAMES D., 
(U.S. CLS. 22 AND 39). SN 74-725,047. PUB. 10-15-1996. 
FILED 9-5-1995. 

2,028,442. RERUN AND DESIGN. SELTZER, LEON, MUL- 
TIPLE CLASS, (INT. CLS. 25 AND 42), (U.S. CLS. 22, 39, 
100 AND 101). SN 74-727,569. PUB. 10-15-1996. FILED 
9-11-1995. 

2,028,461. TRANSFORMATION. MAPLELEAF HOLDINGS, 
LTD., (U.S. CLS. 22 AND 39). SN 74-733,353. PUB. 
10-15-1996. FILED 9-22-1995. 

2,028,479. MUSTARD SEED CO. (STYLIZED). NEEVES, J. 
STEVEN, (U.S. CLS. 22 AND 39). SN 75-001,585. PUB. 
10-15-1996. FILED 10-4-1995. 

2,028,486. THE NANTUCKET SLEIGH RIDE AND DESIGN. 
NANTUCKET SLEIGH RIDE, INC., MULTIPLE CLASS, 
(INT. CLS. 25 AND 42), (U.S. CLS. 22, 39, 100 AND 101). 
SN 75-003,848. PUB. 10-15-1996. FILED 10-10-1995. 

2,028,494. ZERO DEFECTS AND DESIGN. ZERO DE- 
FECTS, (U.S. CLS. 22 AND 39). SN 75-005,474. PUB. 
10-15-1996. FILED 10-10-1995. 

2,028,508 (See Class 21 for this trademark). 

2,028,511. SIMPLY SHELL AND DESIGN. S.K.L.A. COL- 
LECTIONS, INC., (U.S. CLS. 22 AND 39). SN 75-008,928. 
PUB. 6-18-1996. FILED 10-23-1995. 

2,028,544. COOL-X-SORB. TAYLOR, RONALD D., (US. 
CLS. 22 AND 39). SN 75-014,843. PUB. 10-15-1996. FILED 
11-3-1995. 

2,028,579. NO EXCEPTION TO THE RULE AND DESIGN. 
NO EXCEPTION, INC., (U.S. CLS. 22 AND 39). SN 
75-020,023. PUB. 10-15-1996. FILED 11-13-1995. 
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2,028,580. XUEBAO AND DESIGN. XUEBAO GROUP COM- 
PANY, (U.S. CLS. 22 AND 39). SN 75-020,130. PUB. 
10-15-1996. FILED 11-3-1995. 

2,028,604. BIKER TRASH AND DESIGN. T. BOSCH INCOR- 
PORATED, (U.S. CLS. 22 AND 39). SN 75-023,449. PUB. 
10-15-1996. FILED 11-24-1995. 

2,028,657 (See Class 3 for this trademark). 

2,028,671. CAPRICHOS. ARMANI SHOES CORP., (US. 
CLS. 22 AND 39). SN 75-036,182. PUB. 10-15-1996. FILED 
12-22-1995. 

2,028,684. AU (STYLIZED). AUBURN UNIVERSITY, (U.S. 
CLS. 22 AND 39). SN 75-038,578. PUB. 10-15-1996. FILED 
12-29-1995. 

2,028,689. EXTRAORDIWEAR. WOLF, BRAD, AND 
PEPPER, LAUREN, DBA EXTRAORDIWEAR, (U.S. CLS. 
22 AND 39). SN 75-038,793. PUB. 10-15-1996. FILED 
12-29-1995. 

2,028,715. YK AND DESIGN. KABUSHIKI KAISHA KAT- 
SURA YUMI BRIDAL HOUSE, (U.S. CLS. 22 AND 39). SN 
75-042,112. PUB. 10-15-1996. FILED 1-11-1996. 

2,028,759. TROUT WEAR AND DESIGN. DAVIS, ARTHUR 
E., JR., (U.S. CLS. 22 AND 39). SN 75-047,074. PUB. 
10-15-1996. FILED 1-19-1996. 

2,028,928. DONNA VINCI AND DESIGN. BRASSEUR, INC., 
(U.S. CLS. 22 AND 39). SN 75-060,314. PUB. 10-15-1996. 
FILED 2-20-1996. 

2,028,932. MADE IN THE USA DESTINATION DESIGNS 
AND DESIGN. JEWEL & COMPANY, INC., (U.S. CLS. 22 
AND 39). SN 75-060,698. PUB. 10-15-1996. FILED 
2-21-1996. 

2,028,938. COPPER KEY CLOTHING COMPANY AND 
DESIGN. DILLARD DEPARTMENT STORES, INC., (U.S. 
CLS. 22 AND 39). SN 75-061,039. PUB. 10-15-1996. FILED 
2-22-1996. 

2,028,943. STARBUCKS COFFEE AND DESIGN. STAR- 
BUCKS CORPORATION, DBA STARBUCKS COFFEE 
COMPANY, (U.S. CLS. 22 AND 39). SN 75-061,642. PUB. 
10-15-1996. FILED 2-7-1996. 

2,028,984. WETZONE AND DESIGN. WETZONE ENTER- 
PRISES, MULTIPLE CLASS, (INT. CLS. 25 AND 42), 
(US. CLS. 22, 39, 100 AND 101). SN 75-065,311. PUB. 
10-15-1996, FILED 2-29-1996. 

2,029,008. LUNACHIX. DUGE, CHERIE M., (U.S. CLS. 22 
AND 39). SN 75-068,910. PUB. 10-15-1996. FILED 3-7-1996. 

2,029,014. CHRYSANTHEME. DRESS BARN, INC., (US. 
CLS. 22 AND 39). SN 75-071,457. PUB. 10-15-1996. FILED 
3-12-1996. 

2,029,018 (See Class 18 for this trademark). 

2,029,019 (See Class 18 for this trademark). 

2,029,023. WENDY MCCAULEY. MCCAULEY, WENDY, 
(U.S. CLS. 22 AND 39). SN 75-073,732. PUB. 10-15-1996. 
FILED 3-18-1996. 

2,029,024. RICH RAGS. ZEVALLOS, LILLIANA, (U.S. CLS. 
22 AND 39). SN 75-073,885. PUB. 10-15-1996. FILED 
3-18-1996. 

2,029,030. ATL. JASSO, BERNARDO CUEVA, (U.S. CLS. 22 
AND 39). SN 75-075,451. PUB. 10-15-1996. FILED 
3-20-1996. 

2,029,031. HNL. JASSO, BERNARDO CUEVA, (U.S. CLS. 22 
AND 39). SN 75-075,452. PUB. 10-15-1996. FILED 
3-20-1996. 

2,029,033. MIDSUMMER NIGHT SWING. LINCOLN 
CENTER FOR THE PERFORMING ARTS, INC., MULTI- 
PLE CLASS, (INT. CLS. 25 AND 41), (U.S. CLS. 22, 39, 
100, 101 AND 107). SN 75-075,866. PUB. 10-15-1996. FILED 
3-19-1996. 

2,029,035. TAKEOFF. MANOPLA, DAVID, (U.S. CLS. 22 
AND 39). SN 75-076,676. PUB. 10-15-1996. FILED 
3-21-1996. 

2,029,036. MAYAN MIND BENDER. SIX FLAGS THEME 
PARKS INC., (U.S. CLS. 22 AND 39). SN 75-077,563. PUB. 
10-15-1996. FILED 3-25-1996. 

2,029,037. FLAGS THEME PARKS AND DESIGN. SIX 
FLAGS THEME PARKS INC., (U.S. CLS. 22 AND 39). SN 
75-077,564. PUB. 10-15-1996. FILED 3-25-1996. 

2,029,038. THE GUFS. RED SUBMARINE RECORDS, 
LTD., (U.S. CLS. 22 AND 39). SN 75-078,264. PUB. 
10-15-1996. FILED 3-25-1996. 
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2,029,041. CARLY ST. CLAIRE. TIARA INTERNATIONAL, 
INC., (U.S. CLS. 22 AND 39). SN 75-079,389. PUB. 
10-15-1996. FILED 3-27-1996. 


CLASS 26—FANCY GOODS 


2,028,217. USHUAIA AND DESIGN. SOCIETE TELEVI- 
SION FRANCAISE, (U.S. CLS. 37, 39, 40, 42 AND 50). SN 
74-662,574. PUB. 10-15-1996. FILED 4-18-1995. 


CLASS 27—FLOOR COVERINGS 


2,028,499 (See Class 24 for this trademark). 

2,028,860 (See Class 24 for this trademark). 

2,029,040. BOLTAWALL, GENCORP INC., (U.S. CLS. 19, 20, 
37, 42 AND 50). SN 75-078,490. PUB. 10-15-1996. FILED 
3-26-1996. 


CLASS 28—TOYS AND SPORTING GOODS 


2,028,073. MISCELLANEOUS DESIGN. TAYLOR MADE 
GOLF COMPANY, INC., (U.S. CL. 22). SN 74-284,596. 
PUB. 5-30-1995. FILED 6-15-1992. 

2,028,135 (See Class 16 for this trademark). 

2,028,136 (See Class 16 for this trademark). 

2,028,173 (See Class 25 for this trademark). 

2,028,218. WITHDRAWN. 

2,028,271. FEATHER FLEX AND DESIGN. SPORT-FLEX, 
INC., (U.S. CLS. 22, 23, 38 AND 50). SN 74-685,059. PUB. 
10-15-1996. FILED 6-6-1995. 

2,028,298 (See Class 9 for this trademark). 

2,028,378. KUMQUATS (STYLIZED). DEGRO, HEIDI, AND 
BODRIK, LUDWIG, (U.S. CLS. 22, 23, 38 AND 50). SN 
74-709,498. PUB. 10-15-1996. FILED 8-1-1995. 

2,028,382. GOLF STIX AND DESIGN. GOLF STIX, INC., 
(U.S. CLS. 22, 23, 38 AND 50). SN 74-710,659. PUB. 
10-15-1996. FILED 8-3-1995. 

2,028,387 (See Class 7 for this trademark). 

2,028,441. ROBBY’S. EBONITE INTERNATIONAL, INC., 
(U.S. CLS. 22, 23, 38 AND 50). SN 74-727,130. PUB. 
10-15-1996. FILED 9-11-1995. 

2,028,482. AVALANCHE. FREMONT INTERNATIONAL 
TRADING, INC., (U.S. CLS. 22, 23, 38 AND 50). SN 
75-002,765. PUB. 10-15-1996. FILED 10-10-1995. 

2,028,505 (See Class 21 for this trademark). 

2,028,519. LRH LIGHTWEIGHT. HOUSE OF HARDY LTD., 
(U.S. CLS. 22, 23, 38 AND 50). SN 75-010,828. PUB. 
10-15-1996. FILED 10-26-1995. 

2,028,521. GAMESCAN. TELESCAN SYSTEMS, INC., (U.S. 
CLS. 22, 23, 38 AND 50). SN 75-011,296. PUB. 10-15-1996. 
FILED 10-27-1995. 

2,028,633. MK3 AND DESIGN. MIDWAY MANUFACTUR- 
ING COMPANY, (U.S. CLS. 22, 23, 38 AND 50). SN 
75-026,990. PUB. 10-15-1996. FILED 12-4-1995. 

2,028,701. VARIANCE (STYLIZED). DASH INCORPORAT- 
ED, (U.S. CLS. 22, 23, 38 AND 50). SN 75-040,331. PUB. 
10-15-1996. FILED 10-12-1995. 

2,028,711. KING COBRA TITANIUM. COBRA GOLF IN- 
CORPORATED, (U.S. CLS. 22, 23, 38 AND 50). SN 
75-041,522. PUB. 10-15-1996. FILED 1-11-1996. 

2,028,734. JUGS MVP. JUGS, INC., (U.S. CLS. 22, 23, 38 
AND 50). SN 75-044,304. PUB. 10-15-1996. FILED 
1-16-1996. 

2,028,776 (See Class 9 for this trademark). 

2,028,786. HIP CADDIE. MELILLO, DANIEL T., (U.S. CLS. 
22, 23, 38 AND 50). SN 75-049,130. PUB. 10-15-1996. FILED 
1-26-1996. 
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2,028,796. CRAFT STAR. DALLAS GOLF COMPANY, IN- 
CORPORATED, (U.S. CLS. 22, 23, 38 AND 50). SN 
75-049,776. PUB. 10-15-1996. FILED 1-24-1996. 

2,028,841. ARCHER ACE. CYBERGRAHAM INTERAC- 
TIVE, INC., (U.S. CLS. 22, 23, 38 AND 50). SN 75-053,481. 
PUB. 10-15-1996. FILED 2-5-1996. 

2,028,852. BACK BONE AND DESIGN. BACKBONE INC., 
(U.S. CLS. 22, 23, 38 AND 50). SN 75-054,350. PUB. 
10-15-1996. FILED 2-7--1996. 

2,028,862. WORD SPIN. BINKLEY, DENNIS E., DBA 
BINKLEY & ASSOCIATES, (U.S. CLS. 22, 23, 38 AND 50). 
SN 75-055,190. PUB. 10-15-1996. FILED 2-8-1996. 

2,028,879. EXPIRED. GRACE, KEVIN, DBA EXPIRED 
SNOWBOARDS USA, (U.S. CLS. 22, 23, 38 AND 50). SN 
75-056,297. PUB. 10-15-1996. FILED 2-12-1996. 

2,028,926. HOLLYWOOD BEAR. LISA FRANK, INC., (U.S. 
CLS. 22, 23, 38 AND 50). SN 75-060,128. PUB. 10-15-1996. 
FILED 2-20-1996. 

2,028,927. THE RULES ARE THE SAME, BUT THE GAME 
IS DANGEROUSLY DIFFERENT!. WOW TOYS, INC., 
(U.S. CLS. 22, 23, 38 AND 50). SN 75-060,156. PUB. 
10-15-1996. FILED 2-20-1996. 

2,028,936. ELITE AND DESIGN. MURAKAMI, KYOHEI, 
(U.S. CLS. 22, 23, 38 AND 50). SN 75-060,831. PUB. 
10-15-1996. FILED 2-22-1996. 

2,028,937. ZIZI. MATTEL, INC., (U.S. CLS. 22, 23, 38 AND 
50). SN 75-060,916. PUB. 10-15-1996. FILED 2-21-1996. 

2,028,959. SEASON TICKET. SEASON TICKET COLLECT- 
IBLES, INC., (U.S. CLS. 22, 23, 38 AND 50). SN 75-063,156. 
PUB. 10-15-1996. FILED 2-22-1996. 

2,028,962. SMITTY AND DESIGN. THOMPSON, FRED, 
(U.S. CLS. 22, 23, 38 AND 50). SN 75-063,334. PUB. 
10-15-1996. FILED 2-26-1996. 

2,028,969. PELANAS AND DESIGN. PELANAS LTDA, (U.S. 
CLS. 22, 23, 38 AND 50). SN 75-063,972. PUB. 10-15-1996. 
FILED 2-27-1996. 

2,028,981. WAZP. R. J. TACKLE, INC., (U.S. CLS. 22, 23, 38 
AND 50). SN _ 75-065,031. PUB. 10-15-1996. FILED 
2-28-1996. 

2,029,039. CLOUD CUTIES BORN IN HEAVEN ABOVE, TO 
BRING YOU LOVE AND A LIL’ PEACE OF HEAVEN AND 
DESIGN. SHANNON, BETHANN, (U.S. CLS. 22, 23, 38 
AND 50). SN _ 75-078,336. PUB. 10-15-1996. FILED 
3-25-1996. 

2,029,047. KELLYTOY. KELLYTOY (USA), INC., (U.S. CLS. 
22, 23, 38 AND 50). SN 75-084,096. PUB. 10-15-1996. FILED 
4-4-1996. 


CLASS 29—MEATS AND PROCESSED FOODS 


2,028,080 (See Class 5 for this trademark). 

2,028,196. CHEF'S CHOICE. PERDUE HOLDINGS, INC., 
(U.S. CL. 46). SN 74-641,564. PUB. 4-23-1996. FILED 
3-3-1995. 

2,028,266 (See Class 4 for this trademark). 

2,028,488. A CHANGE FOR THE BUTTER. WESTERN 
FAMILY FOODS, INC., (U.S. CL. 46). SN 75-004,614. PUB. 
10-15-1996. FILED 10-12-1995. 

2,028,513. MATCHSTICK FRIES, BRINKER RESTAURANT 
CORPORATION, (U.S. CL. 46). SN 75-009,150. PUB. 
10-15-1996. FILED 10-23-1995. 

2,028,515. WARDYNSKI’S FINEST QUALITY SAUSAGE F. 
WARDYNSKI & SONS, INC. AND DESIGN. F. WAR- 
DYNSKI & SONS, INC., (U.S. CL. 46). SN 75-009,839. PUB. 
10-15-1996. FILED 10-24-1995. 

2,028,517. DING GUA GUA AND DESIGN. ROMANO, CAR- 
MINE N., (U.S. CL. 46). SN 75-010,251. PUB. 10-15-1996. 
FILED 10-25-1995. 

2,028,541. VALDESOL. GENERAL SPANISH CONSORTI- 
UM, A.LE., (U.S. CL. 46). SN 75-014,767. PUB. 10-15-1996. 
FILED 10-16-1995. 

2,028,542. CHOO CHOO CHEWIES. NATIONAL RAIL- 
ROAD PASSENGER CORPORATION, (U.S. CL. 46). SN 
75-014,796. PUB. 10-15-1996. FILED 10-23-1995. 
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2,028,548. MISCELLANEOUS DESIGN. SCHMALZ’S EURO- 
PEAN PROVISIONS, INC., (U.S. CL. 46). SN 75-015,448. 
PUB. 10-15-1996. FILED 11-6-1995. 

2,028,612. SIR PRIZE. FARMERS SUPPLY CO. OF 
DINUBA, INC., (U.S. CL. 46). SN 75-024,123. PUB. 
10-15-1996. FILED 11-27-1995. 

2,028,619. GRILL PERFECT. HORMEL FOODS CORPORA- 
TION, (U.S. CL. 46). SN 75-025,343. PUB. 10-15-1996. 
FILED 11-29-1995. 


CLASS 30—STAPLE FOODS 


2,028,070. WITHDRAWN. 

2,028,093. GELOOZE. GENERAL MILLS, INC., (U.S. CL. 
46). SN 74-451,204. PUB. 10-15-1996. FILED 10-22-1993. 

2,028,099. MISCELLANEOUS DESIGN. WAH YAT IMPORT 
& EXPORT INC., (U.S. CL. 46). SN 74-476,990. PUB. 
10-15-1996. FILED 1-6-1994. 

2,028,144. MISCELLANEOUS DESIGN. TROPICANA 
HAWAII CANDY, INC., (U.S. CL. 46). SN 74-569,357. PUB. 
8-15-1995. FILED 9-2-1994. 

2,028,205. MISCELLANEOUS DESIGN. 
INC., (U.S. CL. 46). SN 74-654,791. PUB. 
FILED 3-30-1995. 

2,028,224. LOVESTICKS. JUDY’S BREADSTICKS OF MEN- 
DOCINO, (U.S. CL. 46). SN 74-665,560. PUB. 10-15-1996. 
FILED 4-25-1995. 

2,028,246 (See Class 11 for this trademark). 

2,028,247. BRING ALONG AND DESIGN. CPC INTERNA- 
TIONAL INC., (U.S. CL. 46). SN 74-676,278. PUB. 
10-15-1996. FILED 5-15-1995. 

2,028,248. INTERNATIONAL CHEF AND DESIGN. MAS- 
TERFOODS SPECIALTIES, INC., (U.S. CL. 46). SN 
74-676,413. PUB. 10-15-1996. FILED 5-18-1995. 

2,028,249. MISCELLANEOUS DESIGN. MARS, INCORPO- 
RATED, (U.S. CL. 46). SN 74-676,418. PUB. 10-15-1996. 
FILED 5-18-1995. 

2,028,266 (See Class 4 for this trademark). 

2,028,299. EARTH & LIFE ALL ORGANIC PASTA TASTY 
TREES AND DESIGN. PASTA PRODUCTS, INC., (U.S. 
CL. 46). SN 74-690,264. PUB. 10-15-1996. FILED 6-12-1995. 

2,028,356. NUTRATWIST. DESSERT MARKETING CORP., 
(U.S. CL. 46). SN 74-704,154. PUB. 6-11-1996. FILED 
7-21-1995. 

2,028,362. DIPANE ITALIANO (STYLIZED) LEWIS 
BROTHERS BAKERIES INCORPORATED, DBA LEWIS 
BAKERIES, (U.S. CL. 46). SN 74-705,570. PUB. 10-15-1996. 
FILED 7-18-1995. 

2,028,425 (See Class 9 for this trademark). 

2,028,452. MELVIN PAUL’S AND DESIGN. 21ST CENTURY 
FOODS, (U.S. CL. 46). SN 74-730,722. PUB. 10-15-1996. 
FILED 9-18-1995. 

2,028,481. CAPPUCCINO ICER. GRANITO COFFEE 
WORKS, INC., (U.S. CL. 46). SN 75-002,475. PUB. 
10-15-1996. FILED 10-6-1995. 

2,028,492. WHITE CHOCOLATE LEMON TRUFFLE. 
CHEESECAKE FACTORY INCORPORATED, THE, (U.S. 
CL. 46). SN _ 75-005,126. PUB. 10-15-1996. FILED 
10-13-1995. 

2,028,560. ELEUTHERO GINSENG EXTRACT ORAL 
LIQUID AND DESIGN. CHUNG, INC., DBA SUPERIOR 
TRADING COMPANY, (U.S. CL. 46). SN 75-017,974. PUB. 
10-15-1996. FILED 11-13-1995. 

2,028,577. MISCELLANEOUS DESIGN. BANGKOK BANG- 
KOK IMPORT & EXPORT INC., DBA BANGKOK 
MARKET, (U.S. CL. 46). SN 75-020,006. PUB. 10-15-1996. 
FILED 11-13-1995. 

2,028,594. JITTERY JOE’S AND DESIGN. JITTERY JOE’S, 
INC., (U.S. CL. 46). SN 75-022,075. PUB. 10-15-1996. 
FILED 11-20-1995. 

2,028,597. HIDDEN VALLEY RANCH AND DESIGN. HVR 
COMPANY, THE, (U.S. CL. 46). SN 75-022,198. PUB. 
10-15-1996. FILED 11-20-1995. 


KRAFT FOODS, 
10-15-1996. 
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2,028,599. LITTLE CAESARS SPECIALTY PLEASERS. 
LITTLE CAESAR ENTERPRISES, INC., (U.S. CL. 46). SN 
75-022,558. PUB. 10-15-1996. FILED 11-20-1995. 

2,028,602. TORREO COFFEE AND TEA COMPANY. 
COFFEE STOP, INC., THE, DBA TORREO COFFEE 
AND TEA COMPANY, MULTIPLE CLASS, (INT. CLS. 
30 AND 42), (U.S. CLS. 46, 100 AND 101). SN 75-023,134. 
PUB. 10-15-1996. FILED 11-21-1995. 

2,028,607. MISCELLANEOUS DESIGN. LITTLE CAESAR 
ENTERPRISES, INC., (U.S. CL. 46). SN 75-023,779. PUB. 
10-15-1996. FILED 11-20-1995. 

2,028,608. MORNING STAR COFFEE. MORNING STAR 
COFFEE, INC. (U.S. CL. 46). SN 75-023,841. PUB. 
10-15-1996. FILED 11-24-1995. 

2,028,610. LEAPIN’ LIZARDS. PROMARK INTERNATION- 
AL, INC., (U.S. CL. 46). SN 75-024,084. PUB. 10-15-1996. 
FILED 11-17-1995. 

2,028,618. MISTLE JOE. JAVA CITY, (US. CL. 46). SN 
75-025,303. PUB. 10-15-1996. FILED 11-29-1995. 

2,028,655. PLOCKY’S (STYLIZED). NATURESTAR FOODS, 
INC., (U.S. CL. 46). SN 75-031,269. PUB. 10-15-1996. 
FILED 12-12-1995. 

2,028,682. MAEIL AND DESIGN. MAEIL DAIRY INDUS- 
TRY CO., LTD., MULTIPLE CLASS, (INT. CLS. 30 AND 
32), (U.S. CLS. 45, 46 AND 48). SN 75-038,088. PUB. 
10-15-1996. FILED 12-28-1995. 


CLASS 31—NATURAL AGRICULTURAL 
PRODUCTS 


2,028,130. EURALIS. COOP DE PAU, (U.S. CLS. 1 AND 46). 
SN 74-544,866. PUB. 10-15-1996. FILED 7-1-1994. 

2,028,266 (See Class 4 for this trademark). 

2,028,575. POST TIME. MCCAULEY BROS., INC., (U.S. 
CLS. 1 AND 46). SN 75-019,823. PUB. 10-15-1996. FILED 
10-11-1995. 

2,028,645. GLACIAL GYP. SELECTA FARMS, INC., (U.S. 
CLS. 1 AND 46). SN 75-029,470. PUB. 10-15-1996. FILED 
12-7-1995. 


CLASS 32—LIGHT BEVERAGES 


2,028,266 (See Class 4 for this trademark). 

2,028,323. BREWED IN VERMONT PREMIUM ALTBIER 
LONG TRAIL ALE BREWED AND BOTTLED BY THE 
MOUNTAIN BREWERS INC. AND DESIGN. MOUNTAIN 
BREWERS, INC., THE, (U.S. CLS. 45, 46 AND 48). SN 
74-696,428. PUB. 10-15-1996. FILED 6-23-1995. 

2,028,406. DRAGOON. CHARLES WELLS LIMITED, (U.S. 
CLS. 45, 46 AND 48). SN 74-716,866. PUB. 6-25-1996. 
FILED 8-17-1995. 

2,028,682 (See Class 30 for this trademark). 


CLASS 33—WINES AND SPIRITS 


2,028,195. SAVOUR CLUB. SAVOUR CLUB SELECTION 
(SOCIETE ANONYMB), (U.S. CLS. 47 AND 49). SN 
74-641,218. PUB. 3-19-1996. FILED 3-2-1995. 

2,028,233. CONGO AND DESIGN. R. GORTER EN ZN. B.V., 
(U.S. CLS. 47 AND 49). SN 74-671,744. PUB. 10-15-1996. 
FILED 5-9-1995. 

2,028,259. WOLLERSHEIM WINERY AND DESIGN. WOL- 
LERSHEIM WINERY, INC., (U.S. CLS. 47 AND 49). SN 
74-680,558. PUB. 10-15-1996. FILED 5-26-1995. 

2,028,397. MISCELLANEOUS DESIGN. QUFU DISTILL- 
ERY, (U.S. CLS. 47 AND 49). SN 74-714,404. PUB. 
10-15-1996. FILED 8-11-1995. 

2,028,538. SAMBUCA DI AMORE AND DESIGN. BARTON 
INCORPORATED, (U.S. CLS. 47 AND 49). SN 75-014,637. 
PUB. 10-15-1996. FILED 11-3-1995. 
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2,028,539. AMARETTO CREME DI AMORE AND DESIGN. 
BARTON INCORPORATED, (U.S. CLS. 47 AND 49). SN 
75-014,638. PUB. 10-15-1996. FILED 11-3-1995. 


2,028,540. AMARETTO DI AMORE. BARTON IN- 
CORPORATED, (U.S. CLS. 47 AND 49). SN 75-014,639. 
PUB. 10-15-1996. FILED 11-3-1995. 


2,028,552. AMARETTO DI AMORE AND DESIGN. BARTON 
INCORPORATED, (U.S. CLS. 47 AND 49). SN 75-015,952. 
PUB. 10-15-1996. FILED 11-7-1995. 


2,028,576. MANGORITA, ISLANDS RESTAURANTS, INC., 
(U.S. CLS. 47 AND 49). SN 75-019,988. PUB. 10-15-1996. 
FILED 11-3-1995. 

2,028,624. DEER RUN. ALLIED MANAGEMENT, INC., 
(U.S. CLS. 47 AND 49). SN 75-025,580. PUB. 10-15-1996. 
FILED 11-29-1995. 

2,028,626. TAPESTRY. CAP ROCK WINERY, INC., (U.S. 
CLS. 47 AND 49). SN 75-026,205. PUB. 10-15-1996. FILED 
11-30-1995. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


2,028,057. GEA (STYLIZED). GEA AKTIENGESELL- 
SCHAFT, BY ASSIGNMENT, MERGER AND CHANGE 
OF NAME, AND ASSIGNMENT FROM GEA GMBH, 
MULTIPLE CLASS, (INT. CLS. 35, 36 AND 42), (U.S. 
CLS. 100, 101 AND 102). SN 73-300,262. PUB. 8-6-1985. 
FILED 3-9-1981. 


2,028,075. SMART TRAX THE INTELLIGENT WAY TO 
TRACK YOUR FREIGHT ANYWHERE AND DESIGN. TNT 
CANADA INC., MULTIPLE CLASS, (INT. CLS. 35 AND 
39), (U.S. CLS. 100, 101, 102 AND 105). SN 74-314,211. PUB. 
10-15-1996. FILED 9-16-1992. 


2,028,081. TARGET YOUR MARKET. GTE DIRECTORIES 
SERVICE CORPORATION, BY MERGER WITH GTE 
NATIONAL MARKETING SERVICES CORPORATION, 
(U.S. CLS. 100, 101 AND 102). SN 74-365,736. PUB. 
7-19-1994. FILED 3-8-1993. 


2,028,090. TRINET EMPLOYER GROUP. TRINET EM- 
PLOYER GROUP, INC., MULTIPLE CLASS, (INT. CLS. 
35, 36 AND 42), (U.S. CLS. 100, 101 AND 102). SN 
74-445,080. PUB. 10-15-1996. FILED 10-7-1993. 


2,028,120. WORLD DATA, INC.. WORLD DATA, INC., (U.S. 
CLS. 100 AND 101). SN 74-521,041. PUB. 3-28-1995. FILED 
5-9-1994. 


2,028,140. FINLAND DIRECT. TELECOM FINLAND OY, 
MULTIPLE CLASS, (INT. CLS. 35 AND 38), (U.S. CLS. 
100, 101, 102 AND 104). SN 74-559,700. PUB. 10-15-1996. 
FILED 8-8-1994. 


2,028,150. RIGHT CHOICE ASSURANCE GUIDE. MOHAWK 
CARPET CORPORATION, (U.S. CLS. 100, 101 AND 102). 
SN 74-584,510. PUB. 10-15-1996. FILED 10-12-1994. 


2,028,162. SOLID BACKING AND DESIGN. HOUSEHOLD 
INTERNATIONAL, INC., MULTIPLE CLASS, (INT. CLS. 
35 AND 36), (U.S. CLS. 100, 101 AND 102). SN 74-599,966. 
PUB. 10-15-1996. FILED 11-17-1994. 


2,028,168. CD SHOWCASE. INTERNATIONAL BUSINESS 
MACHINES CORPORATION, MULTIPLE CLASS, (INT. 
CLS. 35 AND 42), (U.S. CLS. 100, 101 AND 102). SN 
74-607,885. PUB. 10-15-1996. FILED 12-7-1994. 


2,028,172. CLUB ABC TOURS AND DESIGN. CROWN 
TRAVEL SERVICE INC., MULTIPLE CLASS, (INT. CLS. 
35, 39 AND 42), (U.S. CLS. 100, 101, 102 AND 105). SN 
74-613,657. PUB. 10-15-1996. FILED 12-21-1994. 

2,028,252 (See Class 9 for this trademark). 

2,028,272 (See Class 16 for this trademark). 
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2,028,274. PLACER DOME. PLACER DOME INC., MULTI- 
PLE CLASS, (INT. CLS. 35, 37, 40 AND 42), (U.S. CLS. 
100, 101, 102, 103 AND 106). SN 74-685,650. PUB. 
10-15-1996. FILED 6-7-1995. 

2,028,275. PD (STYLIZED). PLACER DOME INC., MULTI- 
PLE CLASS, (INT. CLS. 35, 37, 40 AND 42), (U.S. CLS. 
100, 101, 102, 103 AND 106). SN 74-685,657. PUB. 
10-15-1996. FILED 6-8-1995. 

2,028,284. GRFX (STYLIZED). GRFX PRODUCTIONS, 
MULTIPLE CLASS, (INT. CLS. 35, 41 AND 42), (US. 
CLS. 100, 101, 102 AND 107). SN 74-686,896. PUB. 
10-15-1996. FILED 6-12-1995. 

2,028,332. NETREGISTER. NETREGISTER, INC., (U.S. CLS. 
100, 101 AND 102). SN 74-698,649. PUB. 10-15-1996. FILED 
7-10-1995. 

2,028,353. ACUPAT. KLIMA & HOPKINS, P.C., MULTIPLE 
CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 101 AND 
102). SN 74-703,225. PUB. 10-15-1996. FILED 5-3-1995. 

2,028,377. AUTO-BY-TEL. AUTO-BY-TEL, LLC, MULTI- 
PLE CLASS, (INT. CLS. 35, 38 AND 42), (U.S. CLS. 100, 
101, 102 AND 104). SN 74-709,381. PUB. 10-15-1996. FILED 
7-31-1995. 

2,028,381. ECA. EMPLOYMENT CONDITIONS ABROAD 
LIMITED, (U.S. CLS. 100, 101 AND 102). SN 74-710,363. 
PUB. 10-15-1996. FILED 8-3-1995. 

2,028,383. THE UTAH! AUTO SHOW AND DESIGN. 
GREENBAND ENTERPRISES, INC., (U.S. CLS. 100, 101 
AND 102). SN 74-710,873. PUB. 10-15-1996. FILED 
8-2-1995. 

2,028,393. ENERGYMART. PENNWELL PUBLISHING 
COMPANY, (U.S. CLS. 100, 101 AND 102). SN 74-713,732. 
PUB. 10-15-1996. FILED 8-10-1995. 

2,028,396. NICE MAN. NICE MAN MERCHANDISING, 
(U.S. CLS. 100, 101 AND 102). SN 74-714,297. PUB. 
10-15-1996. FILED 8-11-1995. 

2,028,417. MIDWEST COMEDY EXPRESS. MIDWEST 
COMEDY EXPRESS, (U.S. CLS. 100, 101 AND 102). SN 
74-720,596. PUB. 10-15-1996. FILED 8-14-1995. 

2,028,420. MODERN DISTRIBUTION MANAGEMENT. 
MODERN DISTRIBUTION MANAGEMENT, INC., (U.S. 
CLS. 100, 101 AND 102). SN 74-721,388. PUB. 10-15-1996. 
FILED 8-28-1995. 

2,028,453. SOLARCURRENTS. DETROIT EDISON COMPA- 
NY, THE, (U.S. CLS. 100, 101 AND 102). SN 74-730,813. 
PUB. 10-15-1996. FILED 9-18-1995. 

2,028,456. THOMAS STAFFING A PARTNERSHIP THAT 
WORKS AND DESIGN. THOMAS STAFFING SERVICES, 
INC., (U.S. CLS. 100, 101 AND 102). SN 74-732,623. PUB. 
10-15-1996. FILED 9-21-1995. 

2,028,458. THOMAS STAFFING AND DESIGN. THOMAS 
STAFFING SERVICES, INC., (U.S. CLS. 100, 101 AND 
102). SN 74-733,009. PUB. 10-15-1996. FILED 9-22-1995. 

2,028,462. PLANET EARTH RECYCLING AND DESIGN. 
PLANET EARTH RECYCLING INC. MULTIPLE 
CLASS, (INT. CLS. 35 AND 40), (U.S. CLS. 100, 101, 102, 
103 AND 106). SN 74-733,535. PUB. 10-15-1996. FILED 
9-25-1995. 

2,028,487. WE REACH SMALL BUSINESS LIKE NOBODY’S 
BUSINESS. AMERICAN CITY BUSINESS JOURNALS, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-004,590. PUB. 
10-15-1996. FILED 10-12-1995. 

2,028,506. AIG INSURANCE MANAGEMENT SERVICES. 
AMERICAN INTERNATIONAL GROUP, INC., (US. 
CLS. 100, 101 AND 102). SN 75-007,633. PUB. 10-15-1996. 
FILED 10-19-1995. 

2,028,507. TEMP-SHARE. TEMPO RESOURCES, INC., (U.S. 
CLS. 100, 101 AND 102). SN 75-008,021. PUB. 10-15-1996. 
FILED 10-19-1995. 

2,028,524. BATIMAT. BLENHEIM PROPERTIES, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-011,772. PUB. 
10-15-1996. FILED 10-30-1995. 

2,028,558. POWER-PAK. BENEFITS, INC., (U.S. CLS. 100, 
101 AND 102). SN 75-016,854. PUB. 10-15-1996. FILED 
11-6-1995. 

2,028,598. SDT. AMERICAN AIRLINES, INC., MULTIPLE 
CLASS, (INT. CLS. 35, 39 AND 42), (U.S. CLS. 100, 101, 102 
AND 105). SN 75-022,390. PUB. 10-15-1996. FILED 
11-20-1995. 
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2,028,628. SWBYP’S COLOR ADVANTAGE AND DESIGN. 
SOUTHWESTERN BELL YELLOW PAGES, INC., (U.S. 
CLS. 100, 101 AND 102). SN 75-026,428. PUB. 10-15-1996. 
FILED 11-30-1995. 


2,028,629. SWBYP’S COUPON SAVERS AND DESIGN. 
SOUTHWESTERN BELL YELLOW PAGES, INC., (US. 
CLS. 100, 101 AND 102). SN 75-026,429. PUB. 10-15-1996. 
FILED 11-30-1995. 


2,028,630. SWBYP’S CONSUMER TIPS AND DESIGN. 
SOUTHWESTERN BELL YELLOW PAGES, INC., (U.S. 
CLS. 100, 101 AND 102). SN 75-026,430. PUB. 10-15-1996. 
FILED 11-30-1995. 


2,028,631. SWBYP’S DIRECT MAIL AND DESIGN. SOUTH- 
WESTERN BELL YELLOW PAGES, INC., (U.S. CLS. 100, 
101 AND 102). SN 75-026,432. PUB. 10-15-1996. FILED 
11-30-1995. 


2,028,634. THE ROAN REPORT. INSIGHT RESEARCH 
CORPORATION, (U.S. CLS. 100, 101 AND 102). SN 
75-027,265. PUB. 10-15-1996. FILED 12-5-1995. 


2,028,638. MULTI-TRACK. MACRO INTERNATIONAL, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-027,951. PUB. 
10-15-1996. FILED 12-5-1995. 


2,028,639. IMPORTANCE +. MACRO INTERNATIONAL, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-027,953. PUB. 
10-15-1996. FILED 12-5-1995. 


2,028,678. HUBBELL SMART. HUBBELL INCORPORAT- 
ED, (U.S. CLS. 100, 101 AND 102). SN 75-037,207. PUB. 
10-15-1996. FILED 12-21-1995. 


2,028,680. PROJEXIONS VIDEO SUPPLY (STYLIZED). 
PROJECTION/VIDEO SUPPLY COMPANY, MULTIPLE 
CLASS, (INT. CLS. 35 AND 41), (U.S. CLS. 100, 101, 102 
AND 107). SN _ 75-037,426. PUB. 10-15-1996. FILED 
12-26-1995. 


2,028,708. REALIZE THE ADVANTAGE. REYNOLDS AND 
REYNOLDS COMPANY, THE, MULTIPLE CLASS, (INT. 
CLS. 35 AND 42), (U.S. CLS. 100, 101 AND 102). SN 
75-041,024. PUB. 10-15-1996. FILED 1-5-1996. 


2,028,733. INTEGRATED RESOURCES GROUP INC. AND 
DESIGN. INTEGRATED RESOURCES GROUP, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-044,284. PUB. 
10-15-1996. FILED 1-16-1996. 


2,028,740. MISCELLANEOUS DESIGN. CITY OF PIGEON 
FORGE, TENNESSEE, (U.S. CLS. 100, 101 AND 102). SN 
75-044,586. PUB. 10-15-1996. FILED 1-11-1996. 


2,028,751. MISCELLANEOUS DESIGN. ADPLEX, INC., 
MULTIPLE CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 
100, 101 AND 102). SN 75-045,712. PUB. 10-15-1996. FILED 
1-18-1996. 


2,028,777. TELEWRAP. GANNETT CO., INC., (U.S. CLS. 
100, 101 AND 102). SN 75-048,521. PUB. 10-15-1996. FILED 
1-23-1996. 


2,028,779. THE WALTERS COMPANIES AND DESIGN. 
ADPLEX, INC., MULTIPLE CLASS, (INT. CLS. 35 AND 
42), (U.S. CLS. 100, 101 AND 102). SN 75-048,550. PUB. 
10-15-1996. FILED 1-25-1996. 


2,028,780. THE WALTERS COMPANIES AND DESIGN. 
ADPLEX, INC., MULTIPLE CLASS, (INT. CLS. 35 AND 
42), (U.S. CLS. 100, 101 AND 102). SN 75-048,551. PUB. 
10-15-1996. FILED 1-25-1996. 


2,028,781. ATCO PARTS AND DESIGN. ATCO PARTS, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-048,649. PUB. 
10-15-1996. FILED 1-22-1996. 


2,028,806. CREATIVWORKS. ALPER, KEITH MICHAEL, 
(U.S. CLS. 100, 101 AND 102). SN 75-050,512. PUB. 
10-15-1996. FILED 1-30-1996. 


2,028,809. SHAKER ADVERTISING AGENCY. SHAKER AD- 
VERTISING AGENCY, INC., (U.S. CLS. 100, 101 AND 
102). SN 75-050,723. PUB. 10-15-1996. FILED 1-29-1996. 


2,028,853. ‘WITHDRAWN. 


2,028,855. ITG. INFORMATION TECHNOLOGY GROUP, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-054,552. PUB. 
10-15-1996. FILED 2-7-1996. 
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2,028,856. ITG INFORMATION TECHNOLOGY GROUP, 
INC. AND DESIGN. INFORMATION TECHNOLOGY 
GROUP, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-054,560. PUB. 10-15-1996. FILED 2-7-1996. 

2,028,866. AWP AMERICAN WEB PAGE L.L.C. AND 
DESIGN. AMERICAN WEB PAGE, L.L.C., MULTIPLE 
CLASS, (INT. CLS. 35 AND 42), (U.S. CLS. 100, 101 AND 
102). SN 75-055,622. PUB. 10-15-1996. FILED 2-9-1996. 

2,028,873. STYLE-RITE. ADVERTISING UNLIMITED, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-056,027. PUB. 
10-15-1996. FILED 2-9-1996. 

2,028,904. IDEAL AND DESIGN. IDEAL DESIGN MAN- 
AGEMENT CORPORATION, MULTIPLE CLASS, (INT. 
CLS. 35 AND 42), (U.S. CLS. 100, 101 AND 102). SN 
75-058,002. PUB. 10-15-1996. FILED 2-14-1996. 

2,028,945. NEW BOSTON. NEW BOSTON SELECT GROUP, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-061,854. PUB. 
10-15-1996. FILED 2-21-1996. 

2,028,975. NACEL AND DESIGN. NACEL, S.A., (U.S. CLS. 
100, 101 AND 102). SN 75-064,497. PUB. 10-15-1996. FILED 
2-27-1996. 

2,028,976. NACEL (STYLIZED). NACEL, S.A., (U.S. CLS. 
100, 101 AND 102). SN 75-064,498. PUB. 10-15-1996. FILED 
2-27-1996. 

2,029,017. PRS. PRUDENTIAL INSURANCE COMPANY 
OF AMERICA, THE, (U.S. CLS. 100, 101 AND 102). SN 
75-072,025. PUB. 10-15-1996. FILED 3-13-1996. 

2,029,022. MECKLERMEDIA. MECKLERMEDIA CORPO- 
RATION, MULTIPLE CLASS, (INT. CLS. 35 AND 42), 
(U.S. CLS. 100, 101 AND 102). SN 75-073,278. PUB. 
10-15-1996. FILED 3-15-1996. 

2,029,027. COOPERATIVE BENCHMARKING, PILKO & AS- 
SOCIATES, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-074,636. PUB. 10-15-1996. FILED 3-18-1996. 

2,029,032. PEOPLEPLUS AND DESIGN. DIGITOUCH, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-075,493. PUB. 
10-15-1996. FILED 3-20-1996. 


CLASS 36—INSURANCE AND FINANCIAL 


2,028,057 (See Class 35 for this trademark). 

2,028,090 (See Class 35 for this trademark). 

2,028,119. OXFORD HEALTH PLANS. OXFORD HEALTH 
PLANS, INC., MULTIPLE CLASS, (INT. CLS. 36 AND 
42), (U.S. CLS. 100, 101 AND 102). SN 74-518,370. PUB. 
10-15-1996. FILED 4-28-1994. 

2,028,138 (See Class 9 for this trademark). 

2,028,162 (See Class 35 for this trademark). 

2,028,167. BUDGETWEST. INSBROK, INC., (U.S. CLS. 100, 
101 AND 102). SN 74~-607,002. PUB. 10-15-1996. FILED 
12-5-1994. 

2,028,186. SMALL MALL. ANTIOCH MERCHANTS ASSO- 
CIATION INCORPORATED, (U.S. CLS. 100, 101 AND 
102). SN 74-632,062. PUB. 10-15-1996. FILED 2-9-1995. 

2,028,208. THE HOWARD HUGHES CORPORATION AND 
DESIGN. HOWARD HUGHES CORPORATION, THE, 
MULTIPLE CLASS, (INT. CLS. 36 AND 37), (U.S. CLS. 
100, 101, 102, 103 AND 106). SN 74-656,579. PUB. 
10-15-1996. FILED 4-5-1995. 

2,028,209. SUMMERLIN THE HOWARD HUGHES CORPO- 
RATION AND DESIGN. HOWARD HUGHES CORPORA- 
TION, THE, MULTIPLE CLASS, (INT. CLS. 36 AND 37), 
(U.S. CLS. 100, 101, 102, 103 AND 106). SN 74-656,583. PUB. 
10-15-1996. FILED 4-5-1995. 

2,028,213. SUMMERLIN THE HOWARD HUGHES CORPO- 
RATION. HOWARD HUGHES CORPORATION, THE, 
MULTIPLE CLASS, (INT. CLS. 36 AND 37), (U.S. CLS. 
100, 101, 102, 103 AND 106). SN 74-660,360. PUB. 
10-15-1996. FILED 4-12-1995. 

2,028,225. GDP. CHICAGO STEEL TAPE COMPANY, (U.S. 
CLS. 100, 101 AND 102). SN 74-665,782. PUB. 10-15-1996. 
FILED 4-24-1995. 

2,028,238 (See Class 9 for this trademark). 

2,028,239. AVONDALE ACCESS. AVONDALE FEDERAL 
SAVINGS BANK, (U.S. CLS. 100, 101 AND 102). SN 
74-673,006. PUB. 10-15-1996. FILED 5-12-1995. 
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2,028,253. GLOBAL STRATEGIC MANAGEMENT. GLOBAL 
STRATEGIC MANAGEMENT, INC., (U.S. CLS. 100, 101 
AND 102). SN 74-678,156. PUB. 10-15-1996. FILED 
4-19-1995. 


2,028,257. THE ARTS COMMUNICATE. ART COMMUNI- 
CATION INTERNATIONAL, L.P., (U.S. CLS. 100, 101 
AND 102). SN 74-680,060. PUB. 10-15-1996. FILED 
5-25-1995. 


2,028,285. MISCELLANEOUS DESIGN. STRICKLAND IN- 
SURANCE GROUP, INC., (U.S. CLS. 100, 101 AND 102). 
SN 74-687,092. PUB. 10-15-1996. FILED 6-12-1995. 

2,028,315. PANACHE AND DESIGN. PANACHE RE- 
SOURCES & SYSTEMS CORP., (U.S. CLS. 100, 101 AND 
102). SN 74-692,819. PUB. 10-15-1996. FILED 6-23-1995. 

2,028,327. MUTUAL OF OMAHA COMPANIES A NAME 
YOU KNOW AND TRUST. UNITED OF OMAHA LIFE 
INSURANCE COMPANY, (U.S. CLS. 100, 101 AND 102). 
SN 74-697,314. PUB. 10-15-1996. FILED 7-5-1995. 


2,028,330. CANNEX (STYLIZED). CANNEX FINANCIAL 
EXCHANGES LTD., (U.S. CLS. 100, 101 AND 102). SN 
74-697,868. PUB. 10-15-1996. FILED 7-7-1995. 

2,028,358. IN. AMERICAN INTERNATIONAL GROUP, 
INC., (U.S. CLS. 100, 101 AND 102). SN 74-704,347. PUB. 
10-15-1996. FILED 7-24-1995. 


2,028,363. YOUR SINGLE INVESTING SOURCE, USAA IN- 
VESTMENT MANAGEMENT COMPANY, (U.S. CLS. 100, 
101 AND 102). SN 74-705,584. PUB. 10-15-1996. FILED 
7-21-1995. 

2,028,366. GEB. GUARANTEED ESTATE BOND CORPO- 
RATION, (U.S. CLS. 100, 101 AND 102). SN 74~-706,787. 
PUB. 10-15-1996. FILED 7-27-1995. 


2,028,376. SACK ATTACK. CHRISTOPHER ZORICH FOUN- 
DATION, (U.S. CLS. 100, 101 AND 102). SN 74~-709,182. 
PUB. 10-15-1996. FILED 7-31-1995. 


2,028,384. LAHOOD & ASSOCIATES. INTEGRATED 
HEALTHSYSTEMS, INC., (U.S. CLS. 100, 101 AND 102). 
SN 74-711,876. PUB. 10-15-1996. FILED 8-7-1995. 


2,028,398. COMPLINE AND DESIGN. DATA CONTROL 
CORPORATION, (U.S. CLS. 100, 101 AND 102). SN 
74-714,676. PUB. 10-15-1996. FILED 8-14-1995. 

2,028,467. PARTNERS MEDICARE CHOICE AND DESIGN. 
PARTNERS NATIONAL HEALTH PLANS OF NORTH 
CAROLINA, INC., (U.S. CLS. 100, 101 AND 102). SN 
74-734,792. PUB. 10-15-1996. FILED 9-27-1995. 


2,028,518. EVERYTHING VIRTUALLY EVERYTHING NET- 
WORK. IMPULSE ENTERPRISES, INC., (U.S. CLS. 100, 
101 AND 102). SN 75-010,326. PUB. 10-15-1996. FILED 
10-25-1995. 


2,028,522. AT&T CELLCARD. AT&T CORP., (U.S. CLS. 100, 
101 AND 102). SN 75-011,630. PUB. 10-15-1996. FILED 
10-30-1995. 


2,028,532. NAUTILUS INSURANCE COMPANY. NAUTILUS 
INSURANCE COMPANY, (U.S. CLS. 100, 101 AND 102). 
SN 75-013,433. PUB. 10-15-1996. FILED 10-16-1995. 


2,028,549. HOT TUB GETAWAY. OLD MAN’S CAVE CHA- 
LETS, (U.S. CLS. 100, 101 AND 102). SN 75-015,636. PUB. 
10-15-1996. FILED 11-6-1995. 


2,028,572. BAYLOR BEAR FOUNDATION. BAYLOR UNI- 
VERSITY, (U.S. CLS. 100, 101 AND 102). SN 75-019,426. 
PUB. 10-15-1996. FILED 11-14-1995. 


2,028,574. SAVOIR VIVRE AND DESIGN. ALAIN PINEL 
REALTORS, INC., DBA ALAIN PINEL REALTORS, 
(U.S. CLS. 100, 101 AND 102). SN 75-019,562. PUB. 
10-15-1996. FILED 11-14-1995. 


2,028,605. AIG CHILDREN’S WORLD FUND (STYLIZED). 
AMERICAN INTERNATIONAL GROUP, INC., (US. 
CLS. 100, 101 AND 102). SN 75-023,458. PUB. 10-15-1996. 
FILED 11-24-1995. 

2,028,606. AIG ALL AGES FUNDS, INC. LINKING GENERA- 
TIONS AND DESIGN. AMERICAN INTERNATIONAL 
GROUP, INC. (U.S. CLS. 100, 101 AND 102). SN 
75-023,465. PUB. 10-15-1996. FILED 11-24-1995. 

2,028,616. SAN LINE E-Z LINK. SANWA BANK CALIFOR- 
NIA, (U.S. CLS. 100, 101 AND 102). SN 75-025,018. PUB. 
10-15-1996. FILED 11-28-1995. 
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2,028,654. SAXON. RESOURCE MORTGAGE CAPITAL, 
INC., (U.S. CLS. 100, 101 AND 102). SN 75-031,188. PUB. 
10-15-1996. FILED 12-11-1995. 

2,028,670. INVESTOOLS. TABULA INTERACTIVE, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-036,005. PUB. 
10-15-1996. FILED 12-22-1995. 

2,028,788. IRB AND DESIGN. ILLINOIS RECLAMATION 
BUREAU INC., (U.S. CLS. 100, 101 AND 102). SN 
75-049,301. PUB. 10-15-1996. FILED 1-29-1996. 

2,028,827. SANTA ANITA FASHION PARK. ANITA ASSO- 
CIATES, (U.S. CLS. 100, 101 AND 102). SN 75-052,270. 
PUB. 10-15-1996. FILED 2-1-1996. 

2,028,837. AI PACIFIC. AMERICAN INTERNATIONAL 
GROUP, INC., (U.S. CLS. 100, 101 AND 102). SN 
75-052,894. PUB. 10-15-1996. FILED 1-26-1996. 

2,028,839. FATCOLA. FIRST AMERICAN FINANCIAL 
CORPORATION, THE, (U.S. CLS. 100, 101 AND 102). SN 
75-053,247. PUB. 10-15-1996. FILED 2-5-1996. 

2,028,906. HUDSON VALLEY FEDERAL CREDIT UNION 
AND DESIGN. HUDSON VALLEY FEDERAL CREDIT 
UNION, (U.S. CLS. 100, 101 AND 102). SN 75-058,715. PUB. 
10-15-1996. FILED 2-15-1996. 

2,028,956. TANDEM FEDERAL CREDIT UNION TFCU AND 
DESIGN. TANDEM FEDERAL CREDIT UNION, INC., 
(U.S. CLS. 100, 101 AND 102). SN 75-062,898. PUB. 
10-15-1996. FILED 2-26-1996. 

2,028,977. LENDERS ADVANTAGE. FIRST AMERICAN FI- 
NANCIAL CORPORATION, THE, (U.S. CLS. 100, 101 
AND 102). SN 75-064,542. PUB. 10-15-1996. FILED 
2-27-1996. 

2,029,043. MISCELLANEOUS DESIGN. PENNSYLVANIA 
MANUFACTURERS’ ASSOCIATION INSURANCE COM- 
PANY, (U.S. CLS. 100, 101 AND 102). SN 75-081,745. PUB. 
10-15-1996. FILED 4-1-1996. 

2,029,056. THE MONEYPAPER DRP 63 INDEX. TEMPER 
OF THE TIMES COMMUNICATIONS, INC., (U.S. CLS. 
100, 101 AND 102). SN 75-975,348. PUB. 10-15-1996. FILED 
3-14-1995. 


CLASS 37—CONSTRUCTION AND REPAIR 


2,028,058. GEA. GEA AKTIENGESELLSCHAFT, BY 
MERGER AND CHANGE OF NAME AND ASSIGN- 
MENT FROM GEA LUFTKUHLERGESELLSCHAFT 
HAPPEL GMBH & CO. KG, MULTIPLE CLASS, (INT. 
CLS. 37, 40 AND 42), (U.S. CLS. 100, 101, 103 AND 106). 
SN 73-300,263. PUB. 10-29-1985. FILED 3-9-1981. 

2,028,129. PLUMBING AND HEATING BY PROFESSION- 
ALS AND DESIGN. ROBERTS-HAMILTON COMPANY, 
MULTIPLE CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 
100 AND 103). SN 74-542,048. PUB. 10-15-1996. FILED 
6-24-1994. 

2,028,208 (See Class 36 for this trademark). 

2,028,209 (See Class 36 for this trademark). 

2,028,213 (See Class 36 for this trademark). 

2,028,226. FRIENDLY SERVE AND DESIGN. MOBIL OIL 
CORPORATION, (U.S. CLS. 100, 103 AND 106). SN 
74-666,604. PUB. 10-15-1996. FILED 4-27-1995. 

2,028,254. MISCELLANEOUS DESIGN. VOICE PLUS, INC., 
(US. CLS. 100, 103 AND 106). SN 74-678,582. PUB. 
10-15-1996. FILED 5-22-1995. 

2,028,274 (See Class 35 for this trademark). 

2,028,275 (See Class 35 for this trademark). 

2,028,280. CANTERBURY. PULTE HOME CORPORATION, 
(U.S. CLS. 100, 103 AND 106). SN 74-686,294. PUB. 
10-15-1996. FILED 6-9-1995. 

2,028,309. 'WITHDRAWN. 

2,028,346. TIREDISCOUNTERS AND DESIGN. TIRE DIS- 

INC., MULTIPLE CLASS, (INT. CLS. 37 
AND 42), (U.S. CLS. 100, 101, 103 AND 106). SN 74-701,664. 
PUB. 10-15-1996. FILED 7-17-1995. 
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2,028,360. THE DRAIN TORNADO. A & B SEPTIC TANK 
PUMPING AND SEWER ROOTER SERVICE, INC., 
MULTIPLE CLASS, (INT. CLS. 37 AND 40), (U.S. CLS. 
100, 103 AND 106). SN 74-704,748. PUB. 10-15-1996. FILED 
7-24-1995. 

2,028,379. RSC RENTAL SERVICE CORPORATION AND 
DESIGN. RENTAL SERVICE CORPORATION, BY 
CHANGE OF NAME FROM ACME ACQUISITION 
HOLDINGS CORP., MULTIPLE CLASS, (INT. CLS. 37 
AND 42), (U.S. CLS. 100, 101, 103 AND 106). SN 74-709,781. 
PUB. 10-15-1996. FILED 8-1-1995. 

2,028,436. WITHDRAWN. 


2,028,454 (See Class 12 for this trademark). 

2,028,534. THERMOSELECT. THERMOSELECT AKTIEN- 
GESELLSCHAFT, MULTIPLE CLASS, (INT. CLS. 37 
AND 40), (U.S. CLS. 100, 103 AND 106). SN 75-013,848. 
PUB. 10-15-1996. FILED 11-2-1995. 

2,028,550. MAKING THE VISION A REALITY. HOUSING 
VISIONS UNLIMITED, INC., (U.S. CLS. 100, 103 AND 
106). SN 75-015,652. PUB. 10-15-1996. FILED 11-7-1995. 


2,028,551. GALI SERVICE INDUSTRIES. GALI SERVICE 
INDUSTRIES, INC., (U.S. CLS. 100, 103 AND 106). SN 
75-015,832. PUB. 10-15-1996. FILED 11-7-1995. 


2,028,600. GAILLARDIA AND DESIGN. OPUBCO DEVEL- 
OPMENT COMPANY, (U.S. CLS. 100, 103 AND 106). SN 
75-022,824. PUB. 10-15-1996. FILED 11-21-1995. 


2,028,601. MISCELLANEOUS DESIGN. OPUBCO DEVEL- 
OPMENT COMPANY, (U.S. CLS. 100, 103 AND 106). SN 
75-023,124. PUB. 10-15-1996. FILED 11-21-1995. 


2,028,656. SOLUTIONS FOR NETWORK INTEGRATION. 
MAXNET COMMUNICATION SYSTEMS, INC., MULTI- 
PLE CLASS, (INT. CLS. 37 AND 42), (U.S. CLS. 100, 101, 
103 AND 106). SN 75-031,711. PUB. 10-15-1996. FILED 
12-12-1995. 


2,028,667. PEA AND DESIGN. PRECISION ENDOSCOPY 
OF AMERICA, INC., (U.S. CLS. 100, 103 AND 106). SN 
75-035,203. PUB. 10-15-1996. FILED 12-21-1995. 


2,028,668. PRECISION ENDOSCOPY OF AMERICA. PRECI- 
SION ENDOSCOPY OF AMERICA, INC., (U.S. CLS. 100, 
103 AND 106). SN 75-035,204. PUB. 10-15-1996. FILED 
12-21-1995. 


2,028,730. AMOCO AND DESIGN. AMOCO OIL COMPANY, 
(U.S. CLS. 100, 103 AND 106). SN 75-044,004. PUB. 
10-15-1996. FILED 1-16-1996. 


2,028,743. INTERCHANGE, INC. HIGHWAY & LAND DE- 
VELOPMENT AND DESIGN. INTERCHANGE, INC., (U.S. 
CLS. 100, 103 AND 106). SN 75-044,938. PUB. 10-15-1996. 
FILED 1-18-1996. 


2,028,883. CABLE EASE. NETWORK PREMISES SOLU- 
TIONS, (U.S. CLS. 100, 103 AND 106). SN 75-056,658. PUB. 
10-15-1996. FILED 2-12-1996. 


2,028,888. TODAY’S DECKS BY RYCON AND DESIGN. NVR 
HOMES INC., (U.S. CLS. 100, 103 AND 106). SN 
75-056,994. PUB. 10-15-1996. FILED 2-12-1996. 

2,028,889 (See Class 7 for this trademark). 

2,029,012. KAPNAG HEATING AND PLUMBING CORP. 
AND DESIGN. KAPNAG HEATING AND PLUMBING 
CORP., (U.S. CLS. 100, 103 AND 106). SN 75-070,937. PUB. 
10-15-1996. FILED 3-11-1996. 


CLASS 38—COMMUNICATION 


2,028,078. THE BIG DAWG IN COUNTRY. PERSONALITY 
STATIONS, INC., (U.S. CL. 104). SN 74-354,942. PUB. 
10-15-1996. FILED 2-2-1993. 


2,028,122. TAKE ONE. TELE-COMMUNICATIONS, INC., 
(U.S. CL. 104). SN 74-525,114. PUB. 10-15-1996. FILED 
5-16-1994. 


2,028,126 (See Class 7 for this trademark). 
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2,028,127. CINEVUE AND DESIGN. PARASOL GROUP, 
LTD., ASSIGNEE OF MEDIACOM FILMWORKS, INC., 
MULTIPLE CLASS, (INT. CLS. 38 AND 41), (U.S. CLS. 
100, 101, 104 AND 107). SN 74-536,328. PUB. 6-25-1996. 
FILED 6-13-1994. 

2,028,140 (See Class 35 for this trademark). 

2,028,197. CAPITOL CHANNELS AND DESIGN. SCRIPPS 
HOWARD, INC., (U.S. CLS. 100, 101 AND 104). SN 
74-647,064. PUB. 5-7-1996. FILED 3-15-1995. 

2,028,210. FISHCOMM. FISHER COMMUNICATIONS INC., 
(U.S. CLS. 100, 101 AND 104). SN 74-656,785. PUB. 
10-15-1996. FILED 4-6-1995. 

2,028,214 (See Class 9 for this trademark). 

2,028,245. WE HELP PEOPLE HELP KIDS. ADVANCED 
VOICE TECHNOLOGIES, INC., (U.S. CLS. 100, 101 AND 
104). SN 74-675,594. PUB. 10-15-1996. FILED 5-5-1995. 

2,028,262 (See Class 16 for this trademark). 

2,028,377 (See Class 35 for this trademark). 

2,028,390 (See Class 9 for this trademark). 

2,028,437. PICAYUNE CONNECTION. TIME PICAYUNE 
PUBLISHING CO., THE, (U.S. CLS. 100, 101 AND 104). SN 
74-726,374. PUB. 10-15-1996. FILED 9-7-1995. 

2,028,613. AZRS ARIZONA RELAY SERVICE AND DESIGN. 
MCI COMMUNICATIONS CORPORATION, (U.S. CLS. 
100, 101 AND 104). SN 75-024,917. PUB. 10-15-1996. FILED 
11-28-1995. 

2,028,685. KMPH NEWSRADIO 107.5 FM. PAPPAS TELE- 
CASTING COMPANIES, (U.S. CLS. 100, 101 AND 104). 
SN 75-038,586. PUB. 10-15-1996. FILED 12-29-1995. 

2,028,686. RAILINK. CELLNET CORPORATION, (U.S. 
CLS. 100, 101 AND 104). SN 75-038,605. PUB. 10-15-1996. 
FILED 12-29-1995. 

2,028,690. MCI INTERNATIONAL DIGITAL GATEWAY. 
MCI COMMUNICATIONS CORPORATION, (U.S. CLS. 
100, 101 AND 104). SN 75-038,889. PUB. 10-15-1996. FILED 
12-29-1995. 

2,028,691. MCI ANALOG LEASED LINE SERVICE. MCI 
COMMUNICATIONS CORPORATION, (U.S. CLS. 100, 101 
AND 104). SN 75-038,892. PUB. 10-15-1996. FILED 
12-29-1995. 

2,028,692. MCI MILITARY MINUTES. MCI COMMUNICA- 
TIONS CORPORATION, (U.S. CLS. 100, 101 AND 104). SN 
75-038,898. PUB. 10-15-1996. FILED 12-29-1995. 

2,028,707. POWERBAND. AIRTOUCH COMMUNICA- 
TIONS, INC., (U.S. CLS. 100, 101 AND 104). SN 75-041,010. 
PUB. 10-15-1996. FILED 1-4-1996. 

2,028,739. XXXOTICA. ADORIS, INC., (U.S. CLS. 100, 101 
AND 104). SN 75-044,532. PUB. 10-15-1996. FILED 
1-3-1996. 

2,028,766. PATHNET. PATHNET, INC., (U.S. CLS. 100, 101 
AND 104). SN 75-047,951. PUB. 10-15-1996. FILED 
1-25-1996. 

2,028,869. CASH PLUS. ARETE TELECOM, INC., (USS. 
CLS. 100, 101 AND 104). SN 75-055,959. PUB. 10-15-1996. 
FILED 2-9-1996. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


2,028,075 (See Class 35 for this trademark). 

2,028,126 (See Class 7 for this trademark). 

2,028,161. FAST TRACK AND DESIGN. FAST HEAT, INC., 
(U.S. CLS. 100 AND 105). SN 74-598,824. PUB. 10-24-1995. 
FILED 11-14-1994. 

2,028,172 (See Class 35 for this trademark). 

2,028,348. L'ESPACE 127. COMPAGNIE NATIONALE AIR 
FRANCE, (U.S. CLS. 100 AND 105). SN 74-701,867. PUB. 
10-15-1996. FILED 7-17-1995. 

2,028,498. 7TH HEAVEN CLUB, INC. IF YOU DON’T STAND 
FOR SOMETHING YOU WILL FALL FOR ANYTHING 
AND DESIGN. SEVENTH HEAVEN CLUB, INC., (U.S. 
CLS. 100 AND 105). SN 75-006,519. PUB. 10-15-1996. 
FILED 10-11-1995. 

2,028,529. NORTHWIND. UNICOM THERMAL TECHNOL- 
OGIES, INC., MULTIPLE CLASS, (INT. CLS. 39 AND 42), 
(U.S. CLS. 100, 101 AND 105). SN 75-012,956. PUB. 
10-15-1996. FILED 10-31-1995. 
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2,028,533. IOT AND DESIGN. INLAND OIL & TRANS- 
PORT CO., L.P., (U.S. CLS. 100 AND 105). SN 75-013,525. 
PUB. 10-15-1996. FILED 10-25-1995. 

2,028,598 (See Class 35 for this trademark). 

2,028,632. DIXIELAND EXPRESS COMPANY (STYLIZED). 
ALABAMA FARMERS COOPERATIVE, INC., (U.S. CLS. 
100 AND 105). SN 75-026,573. PUB. 10-15-1996. FILED 
11-30-1995. 

2,028,640. SOUTHWEST AIRLINES RAPID REWARDS. 
SOUTHWEST AIRLINES CO., (U.S. CLS. 100 AND 105). 
SN 75-028,140. PUB. 10-15-1996. FILED 12-1-1995. 

2,028,762. AIR 21. AIR 21, INC., (U.S. CLS. 100 AND 105). 
SN 75-047,384. PUB. 10-15-1996. FILED 1-23-1996. 


CLASS 40—MATERIAL TREATMENT 


2,028,058 (See Class 37 for this trademark). 

2,028,141. MACK AND DESIGN. PRIMA CORPORATION, 
(U.S. CLS. 103 AND 106). SN 74-563,428. PUB. 5-23-1995. 
FILED 8-19-1994. 

2,028,274 (See Class 35 for this trademark). 

2,028,275 (See Class 35 for this trademark). 

2,028,360 (See Class 37 for this trademark). 

2,028,389. NOVA SPORTS U.S.A.. NOVA SPORTS U.S.A. 
INC., MULTIPLE CLASS, (INT. CLS. 40 AND 42), (U.S. 
CLS. 100, 101, 103 AND 106). SN 74-713,307. PUB. 
10-15-1996. FILED 8-9-1995. 

2,028,454 (See Class 12 for this trademark). 

2,028,462 (See Class 35 for this trademark). 

2,028,534 (See Class 37 for this trademark). 

2,028,808. ALBANY MOLECULAR RESEARCH, INC. AND 
DESIGN. ALBANY MOLECULAR RESEARCH, INC., 
(U.S. CLS. 100, 103 AND 106). SN 75-050,544. PUB. 
10-15-1996. FILED 1-30-1996. 

2,028,957. POLYSCREEN. ENSITE, INC., (U.S. CLS. 100, 103 
AND 106). SN _ 75-063,073. PUB. 10-15-1996. FILED 
2-26-1996. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


2,028,071. T H E EXCEL PROGRAM AND DESIGN. EXCEL 
PROGRAM, INC., THE, (U.S. CL. 107). SN 74-269,349. 
PUB. 2-9-1993. FILED 4-27-1992. 

2,028,076 (See Class 16 for this trademark). 

2,028,086. MUSIC CITY TONIGHT. NUCKOLLS, INC., (U.S. 
CLS. 100, 101 AND 167). SN 74-402,877. PUB. 10-15-1996. 
FILED 6-18-1993. 

2,028,104. BALTO. CLEVELAND MUSEUM OF NATURAL 
HISTORY, THE, (U.S. CL. 107). SN 74-492,390. PUB. 
5-9-1995. FILED 2-18-1994. 

2,028,127 (See Class 38 for this trademark). 

2,028,128. VIDEOMAKER. VIDEOMAKER, INC., (U.S. CLS. 
100, 101 AND 107). SN 74-536,472. PUB. 10-15-1996. FILED 
6-13-1994. 

2,028,133. SUGARLOAF. AMERICAN COIN MERCHAN- 
DISING, INC., (U.S. CLS. 100, 101 AND 107). SN 
74-550,417. PUB. 10-15-1996. FILED 7-18-1994. 

2,028,134 (See Class 9 for this trademark). 

2,028,135 (See Class 16 for this trademark). 

2,028,136 (See Class 16 for this trademark). 

2,028,143. LIGHTS PARADE (STYLIZED). EASTPORT 
YACHT CLUB, INC., (U.S. CLS. 100, 101 AND 107). SN 
74-568,174. PUB. 10-15-1996. FILED 8-31-1994. 

2,028,148 (See Class 9 for this trademark). 

2,028,155. SHERIDAN STAKES. ARLINGTON INTERNA- 
TIONAL RACECOURSE, INC., (U.S. CLS. 100, 101 AND 
107). SN 74-592,369. PUB. 10-15-1996. FILED 10-31-1994. 

2,028,176. EPITAPH E AND DESIGN. EPITAPH, (U.S. CLS. 
100, 101 AND 107). SN 74-620,915. PUB. 10-15-1996. FILED 
1-13-1995. 
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2,028,183. SRO PRODUCTIONS. SACKIN, ANDREW R., 
(U.S. CLS. 100, 101 AND 107). SN 74~-630,589. PUB. 
10-15-1996. FILED 2-6-1995. 

2,028,203. HAROLD MELVIN & THE BLUE NOTES. 
MELVIN, HAROLD JAMES, (U.S. CLS. 100, 101 AND 
107). SN 74-653,636. PUB. 10-15-1996. FILED 3-31-1995. 

2,028,206. MARCADVANTAGE. ISM INFORMATION SYS- 
TEMS MANAGEMENT MANITOBA CORPORATION, 
(U.S. CLS. 100, 101 AND 107). SN 74-655,884. PUB. 
10-15-1996. FILED 4-4-1995. 

2,028,207. PLOW. TODD CANNADY JOINT VENTURE, 
THE, (U.S. CLS. 100, 101 AND 107). SN 74-656,453. PUB. 
10-15-1996. FILED 4-5-1995. 

2,028,227 (See Class 9 for this trademark). 

2,028,244. VR.S AND DESIGN. RYSHER ENTERTAIN- 
MENT, INC., (U.S. CLS. 100, 101 AND 107). SN 74-674,766. 
PUB. 10-15-1996. FILED 5-11-1995. 

2,028,252 (See Class 9 for this trademark). 

2,028,283. THUNDERFEST. MIDAMERICA THUNDER- 
BOAT ASSOCIATION, (U.S. CLS. 100, 101 AND 107). SN 
74-686,825. PUB. 6-18-1996. FILED 6-12-1995. 

2,028,284 (See Class 35 for this trademark). 

2,028,308. ZEN FITNESS. ZEN FITNESS INC., (U.S. CLS. 
100, 101 AND 107). SN 74~-692,092. PUB. 10-15-1996. FILED 
6-22-1995. 

2,028,319. JACOBS FIELD. JACOBS, RICHARD E., (U.S. 
CLS. 100, 101 AND 107). SN 74-694,464. PUB. 10-15-1996. 
FILED 6-27-1995. 

2,028,325. SPIRIT RELEASEMENT. CENTER FOR HUMAN 
RELATIONS, (U.S. CLS. 100, 101 AND 107). SN 74-696,455. 
PUB. 10-15-1996. FILED 6-9-1995. 

2,028,328. VICARIOUS. VICARIOUS, INC., (U.S. CLS. 100, 
101 AND 107). SN 74~-697,411. PUB. 10-15-1996. FILED 
7-5-1995. 

2,028,339. 1 WORKOUT A WEEK. DEEPTONE, INC., (U.S. 
CLS. 100, 101 AND 107). SN 74-700,092. PUB. 10-15-1996. 
FILED 7-12-1995. 

2,028,374. PEAKE ROAD. SMYTH & HELWYS PUBLISH- 
ING, INC., (U.S. CLS. 100, 101 AND 107). SN 74-709,114. 
PUB. 10-15-1996. FILED 8-1-1995. 

2,028,392. BIG MOUTH PRODUCTIONS (STYLIZED). 
GLANZROCK, CINDY B.F., (U.S. CLS. 100, 101 AND 107). 
SN 74-713,665. PUB. 10-15-1996. FILED 8-10-1995. 

2,028,414. AMERICA’S SUCCESS COACH. EXECUTIVE 
PERFORMANCE SYSTEMS, INC., (U.S. CLS. 100, 101 
AND 107). SN 74-719,042. PUB. 10-15-1996. FILED 
8-22-1995. 

2,028,415. MILLENNIUM POST. MILLENNIUM PRODUC- 
TIONS, L.L.C., (U.S. CLS. 100, 101 AND 107). SN 
74-719,306. PUB. 10-15-1996. FILED 8-23-1995. 

2,028,419 (See Class 9 for this trademark). 

2,028,426. MISCELLANEOUS DESIGN. INTERNATIONAL 
HEARING DOG, INC., (U.S. CLS. 100, 101 AND 107). SN 
74-723,867. PUB. 10-15-1996. FILED 9-1-1995. 

2,028,432. LEGACY BUILDERS (STYLIZED). BROTHER- 
HOOD COMMISSION OF THE SOUTHERN BAPTIST 
CONVENTION, MULTIPLE CLASS, (INT. CLS. 41 AND 
42), (U.S. CLS. 100, 101 AND 107). SN 74-724,853. PUB. 
10-15-1996. FILED 9-5-1995. 

2,028,459. UNIVERSITY PERFORMING ARTS CENTRE 
AND DESIGN. UNIVERSITY PERFORMING ARTS 
CENTRE, INC., (U.S. CLS. 100, 101 AND 107). SN 
74-733,091. PUB. 10-15-1996. FILED 9-22-1995. 

2,028,463. MARKETING PARTNER FORUM AND DESIGN. 
BUSINESS DEVELOPMENT INC., (U.S. CLS. 100, 101 
AND 107). SN 74-734,546. PUB. 10-15-1996. FILED 
9-26-1995. 

2,028,471. A SOCIETY OF SOULS. SHULMAN, JASON, 
MULTIPLE CLASS, (INT. CLS. 41 AND 42), (U.S. CLS. 
100, 101 AND 107). SN 74-737,063. PUB. 10-15-1996. FILED 
7-3-1995. 

2,028,472. SENSORY MARK—NO DRAWING. ITC ENTER- 
TAINMENT GROUP LIMITED, (U.S. CLS. 100, 101 AND 
107). SN 74-737,195. PUB. 10-15-1996. FILED 2-23-1995. 

2,028,473. SENSORY MARK—NO DRAWING. ITC ENTER- 
TAINMENT GROUP LIMITED, (U.S. CLS. 100, 101 AND 
107). SN 74-737,196. PUB. 10-15-1996. FILED 2-23-1995. 
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2,028,474. SENSORY MARK—NO DRAWING. ITC ENTER- 
TAINMENT GROUP LIMITED, (U.S. CLS. 100, 101 AND 
107). SN 74-737,197. PUB. 10-15-1996. FILED 2-23-1995. 


2,028,477. GETTING AHEAD PROGRAMS. GOLDBERG, 
CAROL, MULTIPLE CLASS, (INT. CLS. 41 AND 42), 
(U.S. CLS. 100, 101 AND 107). SN 75-000,828. PUB. 
10-15-1996. FILED 10-2-1995. 

2,028,483 (See Class 9 for this trademark). 

2,028,489. BROMPTON’S COCKTAIL. ABBOTT, JAMIE 
OWEN, DBA BROMPTON’S COCKTAIL, (U.S. CLS. 100, 
101 AND 107). SN 75-004,719. PUB. 10-15-1996. FILED 
10-10-1995. 


2,028,491. RED NATION CELEBRATION. SPIRIT WORLD 
PRODUCTIONS, (U.S. CLS. 100, 101 AND 107). SN 
75-004,959. PUB. 10-15-1996. FILED 10-12-1995. 


2,028,495. CORPORATE COMEDY (STYLIZED). MCKAY, 
CARMEN, (U.S. CLS. 100, 101 AND 107). SN 75-005,707. 
PUB. 10-15-1996. FILED 10-16-1995. 


2,028,504. SAMFORD UNIVERSITY. SAMFORD UNIVERSI- 
TY, (U.S. CLS. 100, 101 AND 107). SN 75-007,264. PUB. 
10-15-1996. FILED 10-18-1995. 


2,028,509. H20 AND DESIGN. LETOURNEAU, BRUCE, 
(U.S. CLS. 100, 101 AND 107). SN 75-008,459. PUB. 
10-15-1996. FILED 10-23-1995. 


2,028,516. HIGHWAY 1 AND DESIGN. HIGHWAY 1, (U.S. 
CLS. 100, 101 AND 107). SN 75-009,863. PUB. 10-15-1996. 
FILED 10-24-1995. 


2,028,523. SIMPLE SOULS. JON MENTGEN AND GABRI- 
EL GREENE PARTNERSHIP, THE, DBA SIMPLE 
SOULS, (U.S. CLS. 100, 101 AND 107). SN 75-011,742. PUB. 
10-15-1996. FILED 10-30-1995. 


2,028,556. TEJANO MUSIC HALL OF FAME. TEXAS 
TALENT MUSICIANS ASSOCIATION, (U.S. CLS. 100, 
101 AND 107). SN 75-016,606. PUB. 10-15-1996. FILED 
11-8-1995. 


2,028,557. TEJANO MUSIC AWARDS. TEXAS TALENT 
MUSICIANS ASSOCIATION, (U.S. CLS. 100, 101 AND 
107). SN 75-016,762. PUB. 10-15-1996. FILED 11-8-1995. 


2,028,561. MISCELLANEOUS DESIGN. MURAKAMI, 
CATHIE, (U.S. CLS. 100, 101 AND 107). SN 75-018,020. 
PUB. 10-15-1996. FILED 11-13-1995. 


2,028,562. ONDINE. ONDINE, (U.S. CLS. 100, 101 AND 107). 
SN 75-018,379. PUB. 10-15-1996. FILED 11-13-1995. 


2,028,568. PRIMADONNA CASINO RESORTS AND DESIGN. 
PRIMADONNA CORPORATION, THE, (U.S. CLS. 100, 
101 AND 107). SN 75-018,947. PUB. 10-15-1996. FILED 
11-13-1995. 


2,028,571. MISCELLANEOUS DESIGN. SAYAGYI U BA 
KHIN MEMORIAL TRUST OF MASSACHUSETTS, INC., 
(U.S. CLS. 100, 101 AND 107). SN 75-019,415. PUB. 
10-15-1996. FILED 11-14-1995. 


2,028,589. SCOTTSDALE CULINARY INSTITUTE. SCOTTS- 
DALE CULINARY INSTITUTE, INC., (U.S. CLS. 100, 101 
AND 107). SN_ 75-021,135. PUB. 10-15-1996. FILED 
11-20-1995. 


2,028,649. S.0.A.P.. AMERICAN CHROME & CHEMICALS, 
INC., (U.S. CLS. 100, 101 AND 107). SN 75-030,246. PUB. 
10-15-1996. FILED 12-11-1995. 


2,028,669. NORTH CAROLINA TRANSPORTATION 
MUSEUM. NORTH CAROLINA TRANSPORTATION 
HISTORY CORPORATION, (U.S. CLS. 100, 101 AND 107). 
SN 75-035,397. PUB. 10-15-1996. FILED 12-21-1995. 

2,028,680 (See Class 35 for this trademark). 

2,028,696. SLOW MOSES. TENHUNDFELD, BEN, (U.S. 
CLS. 100, 101 AND 107). SN 75-039,921. PUB. 10-15-1996. 
FILED 1-3-1996. 

2,028,699. GROUP BRAIN AND DESIGN. SAUNDERS, 
HARRY DUSTON, (U.S. CLS. 100, 101 AND 107). SN 
75-040,022. PUB. 10-15-1996. FILED 1-4-1996. 

2,028,719. FI AND DESIGN. FASHION INTERNET, INC., 
(U.S. CLS. 100, 101 AND 107). SN 75-043,064. PUB. 
10-15-1996. FILED 1-16-1996. 


2,028,721 (See Class 16 for this trademark). 
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2,028,728. FABA. FALLMANN UND BAUERNFEIND GE- 
SELLSCHAFT M.B.H., MULTIPLE CLASS, (INT. CLS. 41 
AND 42), (U.S. CLS. 100, 101 AND 107). SN 75-043,509. 
PUB. 10-15-1996. FILED 1-16-1996. 

2,028,742. TEX AVERY THEATER. DIC PRODUCTIONS, 
L.P., (U.S. CLS. 100, 101 AND 107). SN 75-044,646. PUB. 
10-15-1996. FILED 1-17-1996. 

2,028,745. STREET WHALES. KTR HOCKEY LIMITED 
PARTNERSHIP, L.P., (U.S. CLS. 100, 101 AND 107). SN 
75-045,101. PUB. 10-15-1996. FILED 1-17-1996. 

2,028,755. HUNTERNET. SLY, WARREN F., (U.S. CLS. 100, 
101 AND 107). SN 75-045,963. PUB. 10-15-1996. FILED 
1-19-1996. 

2,028,756. ACHIEVING BETTER CONTROL AND DESIGN. 
ACHIEVING BETTER CONTROL, INC., (U.S. CLS. 100, 
101 AND 107). SN 75-046,752. PUB. 10-15-1996. FILED 
1-22-1996. 

2,028,771. UNITED STATES DISABLED SHOOTING TEAM, 
INC. USA AND DESIGN. UNITED STATES DISABLED 
SHOOTING TEAM, INC., (U.S. CLS. 100, 101 AND 107). 
SN 75-048,274. PUB. 10-15-1996. FILED 1-25-1996. 

2,028,784. ASCS. AMERICAN SPRINT CAR SERIES, (U.S. 
CLS. 100, 101 AND 107). SN 75-048,799. PUB. 10-15-1996. 
FILED 1-26-1996. 

2,028,801. ISUZU FIRST. AMERICAN ISUZU MOTORS 
INC., DBA ISUZU MOTORS LIMITED, (U.S. CLS. 100, 
101 AND 107). SN 75-050,380. PUB. 10-15-1996. FILED 
1-30-1996. 

2,028,817. PRETZEL. FRANCE, BEATA, (U.S. CLS. 100, 101 
AND 107). SN_ 75-051,386. PUB. 10-15-1996. FILED 
1-31-1996. 

2,028,877. COPPER BOWL TUCSON AND DESIGN. 
COPPER BOWL FOUNDATION, (U.S. CLS. 100, 101 AND 
107). SN 75-056,173. PUB. 10-15-1996. FILED 2-12-1996. 

2,028,881. BRIDGE FOR YOUR TELEPHONE LINK 
TO BETTER EDUCATION AND DESIGN. LAND 
O’LAKES, INC., (U.S. CLS. 100, 101 AND 107). SN 
75-056,382. PUB. 10-15-1996. FILED 2-12-1996. 

2,028,886. IN/SITES (STYLIZED). INSTITUTE FOR INTER- 
NATIONAL RESEARCH, (U.S. CLS. 100, 101 AND 107). 
SN 75-056,926. PUB. 10-15-1996. FILED 2-12-1996. 

2,028,894. WICKED WAYZ AND DESIGN. ACITO, JAMES 
P., JR., (U.S. CLS. 100, 101 AND 107). SN 75-057,431. PUB. 
10-15-1996. FILED 2-13-1996. 

2,029,005. THE FRANCIS PRESS (STYLIZED). FRANCIS 
PRESS, INC., THE, (U.S. CLS. 100, 101 AND 107). SN 
75-068,469. PUB. 10-15-1996. FILED 3-6-1996. 

2,029,009. FITNESS IN TODAY’S TIMES. FITNESS IN 
TODAY ’S TIMES, INC., (U.S. CLS. 100, 101 AND 107). SN 
75-069, 148. PUB. 10-15-1996. FILED 3-7-1996. 

2,029,020. YOU ONLY LIVE ONCE. DO IT RIGHT.. DEL 
WEBB CORPORATION, (U.S. CLS. 100, 101 AND 107). SN 
75-073,013. PUB. 10-15-1996. FILED 3-15-1996. 

2,029,033 (See Class 25 for this trademark). 

2,029,052. TALES FROM THE CRYPTKEEPER. TALES 
FROM THE CRYPT HOLDINGS, (U.S. CLS. 100, 101 
AND 107). SN 75-094,816. PUB. 10-15-1996. FILED 
4-26-1996. 


CLASS 42—MISCELLANEOUS SERVICES 


2,028,057 (See Class 35 for this trademark). 

2,028,058 (See Class 37 for this trademark). 

2,028,072. PASTABILITIES. PASTABILITIES, (U.S. CL. 100). 
SN 74-269,461. PUB. 10-15-1996. FILED 4-27-1992. 

2,028,090 (See Class 35 for this trademark). 

2,028,097. KISS-METHOD. KRISTEN INFORMATIE & 
SOFTWARE SERVICES B.V., (U.S. CLS. 100 AND 101). 
SN 74-470,358. PUB. 10-15-1996. FILED 12-16-1993. 

2,028,109. ART PROJECTS INTERNATIONAL. ART 
PROJECTS INTERNATIONAL, INC., (U.S. CLS. 100 AND 
101). SN 74-502,963. PUB. 10-15-1996. FILED 3-21-1994. 

2,028,118. OXFORD HEALTH PLANS HEALTHY MIND 
HEALTH BODY AND DESIGN. OXFORD HEALTH 
PLANS, INC., (U.S. CLS. 100 AND 101). SN 74-517,545. 
PUB. 10-15-1996. FILED 4-26-1994. 
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2,028,119 (See Class 36 for this trademark). 

2,028,123. GRAND INC. AND DESIGN. GRAND 
CASINOS, INC., (U.S. CLS. 100 AND 101). SN 74-527,164. 
PUB. 5-28-1996. FILED 5-17-1994. 

2,028,126 (See Class 7 for this trademark). 

2,028,129 (See Class 37 for this trademark). 

2,028,137. ISN AND DESIGN. INTERNET SOFTWARE, 
INC., (U.S. CLS. 100 AND 101). SN 74-554,486. PUB. 
10-15-1996. FILED 7-28-1994. 

2,028,138 (See Class 9 for this trademark). 

2,028,139. PARTS USA. PEP BOYS MANNY, MOE & JACK, 
THE, (U.S. CLS. 100 AND 101). SN 74-559,435. PUB. 
10-15-1996. FILED 8-10-1994. 

2,028,142. FINE PAINTS OF EUROPE. FINE PAINTS OF 
EUROPE, INC., (U.S. CLS. 100 AND 101). SN 74-567,199. 
PUB. 10-15-1996. FILED 8-29-1994. 

2,028,146. THE CENTER FOR AQUATIC REHABILITATION 
AND DESIGN. PAFC, INC., (U.S. CLS. 100 AND 101). SN 
74-573,574. PUB. 3-26-1996. FILED 9-14-1994. 

2,028,157. AS SEEN ON TV SHOWCASE AND DESIGN. 
ASOTV CORPORATION, (U.S. CLS. 100 AND 101). SN 
74-596,564. PUB. 10-15-1996. FILED 11-2-1994. 

2,028,168 (See Class 35 for this trademark). 

2,028,169. AZA AND DESIGN. AMERICAN ZOO AND 
AQUARIUM ASSOCIATION, (U.S. CLS. 100 AND 101). 
SN 74-610,185. PUB. 4-30-1996. FILED 11-18-1994. 

2,028,170. LOCATOR 2000. REYNOLDS AND REYNOLDS 
COMPANY, THE, (U.S. CLS. 100 AND 101). SN 74-610,750. 
PUB. 10-15-1996. FILED 12-13-1994. 

2,028,172 (See Class 35 for this trademark). 

2,028,180. RX: HUNGER AND DESIGN. SMITH, CELESTE 
LOUISE, DBA RX: HUNGER, (U.S. CLS. 100 AND 101). 
SN 74-623,210. PUB. 10-15-1996. FILED 1-19-1995. 

2,028,189. AGRI-NET, INC.. AGRI-NET, INC., (U.S. CLS. 100 
AND 101). SN 74-638,366. PUB. 10-15-1996. FILED 
2-27-1995. 

2,028,199 (See Class 21 for this trademark). 

2,028,219. SURPLUS SOFTWARE. SURPLUS SOFTWARE, 
(U.S. CLS. 100 AND 101). SN 74-663,020. PUB. 10-15-1996. 
FILED 4-17-1995. 

2,028,220 (See Class 16 for this trademark). 

2,028,222. THE AGENT OWNED REALTY CO. AND 
DESIGN. AGENT OWNED REALTY CO., THE/SERV- 
ICES GROUP, INC., (U.S. CLS. 100 AND 101). SN 
74-664,649. PUB. 10-15-1996. FILED 4-24-1995. 

2,028,227 (See Class 9 for this trademark). 

2,028,229. SAVOIR FAIRE DECOR AND DESIGN. SHER- 
MAN HOLDINGS, INC., (U.S. CLS. 100 AND 101). SN 
74-669,339. PUB. 2-6-1996. FILED 5-3-1995. 

2,028,246 (See Class 11 for this trademark). 

2,028,251. WE PUT THE WORLD’S GREATEST TOYS IN 
THE PALM OF YOUR HAND. BASIC FUN, INC., (U.S. 
CLS. 100 AND 101). SN 74-676,965. PUB. 10-15-1996. 
FILED 5-19-1995. 

2,028,252 (See Class 9 for this trademark). 

2,028,258. GOLF DISCOUNT OF ST. LOUIS (STYLIZED). 
GOLF DISCOUNT OF ST. LOUIS, INC., (U.S. CLS. 100 
AND 101). SN 74-680,341. PUB. 10-15-1996. FILED 
5-26-1995. 

2,028,263. LAS VEGAS VISION AND DESIGN. DAVIS 
VISION, INCORPORATED, (U.S. CLS. 100 AND 101). SN 
74-682,365. PUB. 10-15-1996. FILED 5-30-1995. 

2,028,274 (See Class 35 for this trademark). 

2,028,275 (See Class 35 for this trademark). 

2,028,276. EXPRESS EMBROIDERY. EXPRESS EMBROI- 
DERY, INC, (U.S. CLS. 100 AND 101). SN 74-685,764. PUB. 
5-28-1996. FILED 6-8-1995. 

2,028,281. LEARN AMERICA. LEARN AMERICA, L.L.C., 
(U.S. CLS. 100 AND 101). SN 74-686,592. PUB. 10-15-1996. 
FILED 6-7-1995. 

2,028,284 (See Class 35 for this trademark). 

2,028,290. NEWTON SOURCE. APPLE COMPUTER, INC., 
(U.S. CLS. 100 AND 101). SN 74-688,366. PUB. 10-15-1996. 
FILED 6-9-1995. 

2,028,291. GIFTS A LA CARTE (STYLIZED). HOMEWARD 
BOUND GIFT SERVICES, INC., (U.S. CLS. 100 AND 101). 
SN 74-688,385. PUB. 10-15-1996. FILED 6-7-1995. 
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2,028,292 (See Class 16 for this trademark). 

2,028,317. JUST GIRLS AND DESIGN. MILLWOOD BOOK 
COMPANY, DBA JUST GIRLS, (U.S. CLS. 100 AND 101). 
SN 74-693,837. PUB. 10-15-1996. FILED 6-26-1995. 

2,028,322. ROLLINGSTONE ONLINE AND DESIGN. 
STRAIGHT ARROW PUBLISHERS COMPANY, L.P., 
(U.S. CLS. 100 AND 101). SN 74-695,830. PUB. 10-15-1996. 
FILED 6-30-1995. 

2,028,324. EYE CENTERS OF LOUISVILLE EYE PHYSI- 
CIANS AND SURGEONS AND DESIGN. EYE CENTERS 
OF LOUISVILLE, P.S.C., (U.S. CLS. 100 AND 101). SN 
74-696,446. PUB. 6-4-1996. FILED 6-9-1995. 

2,028,331. SHINN’S PAINT STORE. SHINN INVESTMENT 
COMPANY, (U.S. CLS. 100 AND 101). SN 74-697,897. PUB. 
10-15-1996. FILED 7-7-1995. 

2,028,335. SAFETYFAX. PRINTERS’ SERVICE, INC., (U.S. 
CLS. 100 AND 101). SN 74-699,686. PUB. 10-15-1996. 
FILED 7-11-1995. 

2,028,336. PRISCO SAFETYFAX. PRINTERS’ SERVICE, 
INC., (U.S. CLS. 100 AND 101). SN 74-699,692. PUB. 
10-15-1996. FILED 7-11-1995. 

2,028,343. WILD ONES. WILD ONES - NATURAL LANDS- 
CAPERS, LTD., (U.S. CLS. 100 AND 101). SN 74-701,311. 
PUB. 10-15-1996. FILED 7-14-1995. 

2,028,346 (See Class 37 for this trademark). 

2,028,349. CHURCH WORKS 2000 TAKING CHURCHES 
INTO THE 21ST CENTURY AND DESIGN. ALPHAO- 
MEGA INFORMATION SYSTEMS INC., (U.S. CLS. 100 
AND 101). SN 74-701,991. PUB. 10-15-1996. FILED 
7-17-1995. 

2,028,351. VINCE'S ORIGINAL CONEY DOG. VINCE’S 
ORIGINAL CONEY DOG, AND SPILLSON, CAROLYN 
A. (U.S. CLS. 100 AND 101). SN 74-702,713. PUB. 
10-15-1996. FILED 7-13-1995. 

2,028,353 (See Class 35 for this trademark). 

2,028,357. PROFIT POWER. NALCO/EXXON ENERGY 
CHEMICALS, L.P., (U.S. CLS. 100 AND 101). SN 
74-704,315. PUB. 10-15-1996. FILED 7-24-1995. 

2,028,375. ONE PURPOSE. ONE GOAL.. CHRISTOPHER 
ZORICH FOUNDATION, (U.S. CLS. 100 AND 101). SN 
74-709, 181. PUB. 10-15-1996. FILED 7-31-1995. 

2,028,377 (See Class 35 for this trademark). 

2,028,379 (See Class 37 for this trademark). 

2,028,385. THE CENTER FOR WOMEN AND FAMILIES 
AND DESIGN. CENTER FOR WOMEN AND FAMILIES, 
INC., THE, (U.S. CLS. 100 AND 101). SN 74-712,027. PUB. 
10-15-1996. FILED 8-7-1995. 

2,028,389 (See Class 40 for this trademark). 

2,028,400. CONTELLIGENCE AND DESIGN. DATA CON- 
TROL CORPORATION, (U.S. CLS. 100 AND 101). SN 
74-715,027. PUB. 10-15-1996. FILED 8-14-1995. 

2,028,407. HSN HEALTH AND FITNESS CLUB. HOME 
SHOPPING NETWORK, INC., (U.S. CLS. 100 AND 101). 
SN 74-716,873. PUB. 10-15-1996. FILED 8-17-1995. 

2,028,408. BODY MIND SPIRIT DAY SPA AND DESIGN. 
LEWIS, P. NATANSEE, (U.S. CLS. 100 AND 101). SN 
74-716,982. PUB. 10-15-1996. FILED 8-17-1995. 

2,028,409. S SAN JOAQUIN HEALTHCARE, INC. AND 
DESIGN. SAN JOAQUIN HEALTHCARE, INC., (U.S. 
CLS. 100 AND 101). SN 74-717,295. PUB. 10-15-1996. 
FILED 8-18-1995. 

2,028,418. THE INJURY SPECIALIST AND DESIGN. DAN 
L. ARMSTRONG, P.C., (U.S. CLS. 100 AND 101). SN 
74-721,118. PUB. 10-15-1996. FILED 8-25-1995. 

2,028,431. WELLPORT HEALTH PLAN. BLUE CROSS AND 
BLUE SHIELD OF TENNESSEE, (U.S. CLS. 100 AND 
101). SN 74-724,605. PUB. 10-15-1996. FILED 9-5-1995. 

2,028,432 (See Class 41 for this trademark). 

2,028,442 (See Class 25 for this trademark). 

2,028,443. BROOKLYN DINER USA AND DESIGN. SMJ 
GROUP, INC., (U.S. CLS. 100 AND 101). SN 74-728,621. 
PUB. 10-15-1996. FILED 9-13-1995. 

2,028,451. INTHENET AND DESIGN. INTHENET, INC., 
(U.S. CLS. 100 AND 101). SN 74-730,325. PUB. 10-15-1996. 
FILED 9-18-1995. 

2,028,455. W.LS.E.. WALDENBOOKS PROPERTIES, INC., 
(U.S. CLS. 100 AND 101). SN 74-732,204. PUB. 10-15-1996. 
FILED 9-21-1995. 
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2,028,469. TIGER. U.S. BUREAU OF THE CENSUS USS. 
DEPARTMENT COMMERCE, (U.S. CLS. 100 AND 101). 
SN 74-737,015. PUB. 10-15-1996. FILED 9-20-1995. 

2,028,471 (See Class 41 for this trademark). 

2,028,477 (See Class 41 for this trademark). 

2,028,480. INNOVUS AND DESIGN. INNOVUS MULTIME- 
DIA, INC., (U.S. CLS. 100 AND 101). SN 75-002,254. PUB. 
7-16-1996. FILED 10-6-1995. 

2,028,485. THE NANTUCKET SLEIGH RIDE. NANTUCKET 
SLEIGH RIDE, INC., (U.S. CLS. 100 AND 101). SN 
75-003,847. PUB. 10-15-1996. FILED 10-10-1995. 

2,028,486 (See Class 25 for this trademark). 

2,028,500. PHARMALOGICS. PHARMALOGICS, INC., (U.S. 
CLS. 100 AND 101). SN 75-006,619. PUB. 10-15-1996. 
FILED 10-17-1995. 

2,028,520. OTIS CONNECT. OTIS ELEVATOR COMPANY, 
(U.S. CLS. 100 AND 101). SN 75-011,025. PUB. 10-15-1996. 
FILED 10-26-1995. 

2,028,525. BOOKSERVE AND DESIGN. BOOKSERVE LLC, 
(U.S. CLS. 100 AND 101). SN 75-012,113. PUB. 10-15-1996. 
FILED 10-30-1995. 

2,028,527. EXCELLENCE THRU PARTNERSHIP, SOLU- 
TIONS, TECHNOLOGY. VECTOR CONSULTING, INC., 
(U.S. CLS. 100 AND 101). SN 75-012,396. PUB. 10-15-1996. 
FILED 10-19-1995. 

2,028,529 (See Class 39 for this trademark). 

2,028,555. THE PATIENT APPROACH TO CARDIOVASCU- 
LAR CARE.. INDIANA HEART ASSOCIATES P.C., (U.S. 
CLS. 100 AND 101). SN 75-016,281. PUB. 10-15-1996. 
FILED 10-31-1995. 

2,028,563. PRIMADONNA RESORTS, INC. AND DESIGN. 
PRIMADONNA CORPORATION, THE, (U.S. CLS. 100 
AND 101). SN _ 75-018,490. PUB. 10-15-1996. FILED 
11-13-1995. 

2,028,565. THE DEWEY COLOR SYSTEM. SADKA, 
DEWEY, (U.S. CLS. 100 AND 101). SN 75-018,605. PUB. 
10-15-1996. FILED 11-13-1995. 

2,028,566. LM AND DESIGN. LM CONSULTANTS, INC., 
(U.S. CLS. 100 AND 101). SN 75-018,656. PUB. 10-15-1996. 
FILED 11-13-1995. 

2,028,570. TOPPER. LOCHBAUM, KENNETH, (U.S. CLS. 
100 AND 101). SN 75-019,056. PUB. 10-15-1996. FILED 
11-14-1995. 

2,028,587. VIASOFT AND DESIGN. VIASOFT, INC., (U.S. 
CLS. 100 AND 101). SN 75-020,825. PUB. 10-15-1996. 
FILED 11-16-1995. 

2,028,590. NICKELODEON. VIACOM INTERNATIONAL 
INC., (U.S. CLS. 100 AND 101). SN 75-021,717. PUB. 
10-15-1996. FILED 11-17-1995. 

2,028,598 (See Class 35 for this trademark). 

2,028,602 (See Class 30 for this trademark). 

2,028,611. TIRE STATION. BRIDGESTONE/FIRESTONE, 
INC., (U.S. CLS. 100 AND 101). SN 75-024,092. PUB. 
10-15-1996. FILED 11-17-1995. 

2,028,620. BEST EVIDENCE AND DESIGN. OFFICETECH, 
INC., (U.S. CLS. 100 AND 101). SN 75-025,344. PUB. 
10-15-1996. FILED 11-29-1995. 

2,028,621. LIFECHANGE. UNION GOSPEL MISSION, (U.S. 
CLS. 100 AND 101). SN 75-025,355. PUB. 10-15-1996. 
FILED 11-29-1995. 

2,028,622. VH1i. VIACOM INTERNATIONAL INC., (U.S. 
CLS. 100 AND 101). SN 75-025,429. PUB. 10-15-1996. 
FILED 11-21-1995. 

2,028,623. LUAU LARRY’S. L.I.K.H.D., INC., (U.S. CLS. 100 
AND 101). SN _ 75-025,457. PUB. 10-15-1996. FILED 
11-22-1995. 

2,028,637. SOFTWARE CITY AND DESIGN. SWC DEVEL- 
OPMENT CORP., (U.S. CLS. 100 AND 101). SN 75-027,665. 
PUB. 10-15-1996. FILED 12-4-1995. 

2,028,653. THE NEAT PLACE. HANCOCK, DAVID C., DBA 
THE NEAT PLACE, (U.S. CLS. 100 AND 101). SN 
75-030,822. PUB. 10-15-1996. FILED 12-11-1995. 

2,028,656 (See Class 37 for this trademark). 

2,028,661. MISCELLANEOUS DESIGN. EXPORT INTER- 
NATIONAL COMPANY USA, (U.S. CLS. 100 AND 101). 
SN 75-033,568. PUB. 10-15-1996. FILED 12-18-1995. 
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2,028,662. MIDTOWN PAYSON GALLERIES. MIDTOWN 
PAYSON GALLERIES, INC., (U.S. CLS. 100 AND 101). 
SN 75-033,868. PUB. 10-15-1996. FILED 12-18-1995. 

2,028,664. FOOD BASE RIGHT WHERE YOU LIVE AND 
DESIGN. JETRO CASH AND CARRY ENTERPRISES, 
INC., (U.S. CLS. 100 AND 101). SN 75-034,179. PUB. 
10-15-1996. FILED 12-18-1995. 

2,028,666. INTERAMERICAS APPAREL. INTERAMERICAS 
APPAREL, INC., (U.S. CLS. 100 AND 101). SN 75-034,740. 
PUB. 10-15-1996. FILED 12-19-1995. 

2,028,677. DR. COOKIE. SCHWARTZ, STEFANIE, DBA 
DR. COOKIE, (U.S. CLS. 100 AND 101). SN 75-037,194. 
PUB. 10-15-1996. FILED 12-20-1995. 

2,028,679. ARCAT. ARCHITECT’S CATALOG, INC., THE, 
(U.S. CLS. 100 AND 101). SN 75-037,418. PUB. 10-15-1996. 
FILED 12-26-1995. 

2,028,697. MELANGE ESPRESSO ET CETERA AND 
DESIGN. MR BEANS, INC., (U.S. CLS. 100 AND 101). SN 
75-039,948. PUB. 10-15-1996. FILED 1-3-1996. 

2,028,700. NICK AT NITE. VIACOM INTERNATIONAL 
INC., (U.S. CLS. 100 AND 101). SN 75-040,028. PUB. 
10-15-1996. FILED 1-4-1996. 

2,028,705. SIRLOIN STOCKADE AND DESIGN. SIRLOIN 
STOCKADE INTERNATIONAL, INC., (U.S. CLS. 100 
AND 101). SN 75-040,781. PUB. 10-15-1996. FILED 
1-5-1996. 

2,028,706. MRS. PARK’S TAVERN. ATLANTIC & PACIFIC 
GRILL ASSOCIATES L.P., DBA PARK AVENUE CAFE, 
(U.S. CLS. 100 AND 101). SN 75-041,007. PUB. 10-15-1996. 
FILED 1-5-1996. 

2,028,708 (See Class 35 for this trademark). 

2,028,714. EAST OF PARIS (STYLIZED). WAGNER, CYN- 
THIA K., DBA EAST OF PARIS, (U.S. CLS. 100 AND 
101). SN 75-042,065. PUB. 10-15-1996. FILED 1-11-1996. 

2,028,717. CREATING PLACES PEOPLE GATHER. 
SCLATER KIMBALL ARCHITECTS, P.C., (U.S. CLS. 100 
AND 101). SN 75-042,281. PUB. 10-15-1996. FILED 
1-11-1996. 

2,028,718. ARABIAN JOCKEY CLUB. ARABIAN JOCKEY 
CLUB, INC., (U.S. CLS. 100 AND 101). SN 75-042,928. PUB. 
10-15-1996. FILED 1-16-1996. 

2,028,722. SIGSNET. SIGS PUBLICATIONS, INC., (U.S. 
CLS. 100 AND 101). SN 75-043,238. PUB. 10-15-1996. 
FILED 1-16-1996. 

2,028,728 (See Class 41 for this trademark). 

2,028,735. EARLY BIRD BRIEF. ARMY TIMES PUBLISH- 
ING COMPANY, (U.S. CLS. 100 AND 101). SN 75-044,305. 
PUB. 10-15-1996. FILED 1-16-1996. 

2,028,744. DEMOCRAT AND CHRONICLE TIMES-UNION 
DIGITAL EDITION. GANNETT CO., INC., (U.S. CLS. 100 
AND 101). SN 75-045,083. PUB. 10-15-1996. FILED 
1-17-1996. 

2,028,751 (See Class 35 for this trademark). 

2,028,753. SIGNAL2NOIZ. INTERNATIONAL DATA 
GROUP, INC., (U.S. CLS. 100 AND 101). SN 75-045,805. 
PUB. 10-15-1996. FILED 1-19-1996. 

2,028,760. INTER RECYCLING. INTER RECYCLING, INC., 
(U.S. CLS. 100 AND 101). SN 75-047,177. PUB. 10-15-1996. 
FILED 1-23-1996. 

2,028,778. TECH CORPS. TECH CORPS, (U.S. CLS. 100 
AND 101). SN 75-048,546. PUB. 10-15-1996. FILED 
1-25-1996. 

2,028,779 (See Class 35 for this trademark). 

2,028,780 (See Class 35 for this trademark). 

2,028,785. OMNI LAB, INC. AND DESIGN. TSO, INC., (U.S. 
CLS. 100 AND 101). SN 75-049,099. PUB. 10-15-1996. 
FILED 1-26-1996. 

2,028,793. AJP AND DESIGN. AMERICAN JAIL PROD- 
UCTS, L.L.C., (U.S. CLS. 100 AND 101). SN 75-049,707. 
PUB. 10-15-1996. FILED 1-29-1996. 

2,028,804. COOL SITE OF THE YEAR. INFINET COMPA- 
NY, (U.S. CLS. 100 AND 101). SN 75-050,425. PUB. 
10-15-1996. FILED 1-30-1996. 

2,028,814. GINDI GOURMET FOOD WITH A CONSCIENCE 
AND DESIGN. GINDI, FRANCINE, (U.S. CLS. 100 AND 
101). SN 75-051,103. PUB. 10-15-1996. FILED 1-31-1996. 

2,028,821. PAPER WAREHOUSE AND DESIGN. PAPER 
WAREHOUSE FRANCHISING, INC., (U.S. CLS. 100 AND 
101). SN 75-051,765. PUB. 10-15-1996. FILED 2-1-1996. 


U.S. PATENT AND TRADEMARK OFFICE 
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2,028,828. NICHE MARKET AND DESIGN. GOODRIDGE, 
WALT F.J., (U.S. CLS. 100 AND 101). SN 75-052,288. PUB. 
10-15-1996. FILED 2-5-1996. 


2,028,829. AIADA AND DESIGN. AMERICAN INTERNA- 
TIONAL AUTOMOBILE DEALERS ASSOCIATION OF 
VIRGINIA, (U.S. CLS. 100 AND 101). SN 75-052,319. PUB. 
10-15-1996. FILED 2-2-1996. 


2,028,831 (See Class 16 for this trademark). 
2,028,844. NCI BUILDING COMPONENTS. NCI BUILDING 


SYSTEMS, INC., (U.S. CLS. 100 AND 101). SN 75-053,608. 
PUB. 10-15-1996. FILED 2-5-1996. 


2,028,845. NCI AND DESIGN. NCI BUILDING SYSTEMS, 
INC., (U.S. CLS. 100 AND 101). SN 75-053,842. PUB. 
10-15-1996. FILED 2-5-1996. 


2,028,846. A&S BUILDING SYSTEMS. NCI BUILDING SYS- 
TEMS, INC., (U.S. CLS. 100 AND 101). SN 75-053,843. 
PUB. 10-15-1996. FILED 2-5-1996. 


2,028,848. IP GROUP. INFORMATION PROJECTS GROUP, 
INC., (U.S. CLS. 100 AND 101). SN 75-053,955. PUB. 
10-15-1996. FILED 2-6-1996. 


2,028,849. SIDNEY’S PIZZA CAFE AND DESIGN. APA, 
INC., (U.S. CLS. 100 AND 101). SN 75-053,988. PUB. 
10-15-1996. FILED 2-6-1996. 

2,028,850. SIDNEY’S PIZZA CAFE. APA, INC., (U.S. CLS. 
100 AND 101). SN 75-053,989. PUB. 10-15-1996. FILED 
2-6-1996. 


2,028,851. MISCELLANEOUS DESIGN. SYMMETRY COR- 
PORATION, (U.S. CLS. 100 AND 101). SN 75-054,091. PUB. 
10-15-1996. FILED 2-6-1996. 


2,028,857. WITHDRAWN. 


2,028,863. SMARTSCHOOLS AND DESIGN. SMART 
VALLEY, INC., (U.S. CLS. 100 AND 101). SN 75-055,337. 
PUB. 10-15-1996. FILED 2-8-1996. 

2,028,866 (See Class 35 for this trademark). 

2,028,867. GENSTAT. GENETIC DESIGN, INC., (U.S. CLS. 
100 AND 101). SN_ 75-055,803. PUB. 10-15-1996. FILED 
2-9-1996. 

2,028,870. GENOVUS. GENOVUS, INC., (U.S. CLS. 100 AND 
101). SN 75-055,978. PUB. 10-15-1996. FILED 2-9-1996. 


2,028,872. GENCORD. GENETIC DESIGN, INC., (U.S. CLS. 
100 AND 101). SN 75-056,020. PUB. 10-15-1996. FILED 
2-9-1996. 

2,028,896. DIVORCE OR NO DIVORCE. DIVORCE OR NO 
DIVORCE, INC, (U.S. CLS. 100 AND 101). SN 75-057,519. 
PUB. 10-15-1996. FILED 2-13-1996. 

2,028,904 (See Class 35 for this trademark). 

2,028,905. CARSOURCE. GOLDBERG, LINDA LEE, (U.S. 
CLS. 100 AND 101). SN 75-058,485. PUB. 10-15-1996. 
FILED 2-15-1996. 

2,028,909. TRAMPS. T.C.D. TAVERN INC., (U.S. CLS. 100 
AND 101). SN _ 75-058,861. PUB. 10-15-1996. FILED 
2-16-1996. 


2,028,917. YOUR SUCCESS LIBRARY. NAPOLEON HILL 
FOUNDATION, (U.S. CLS. 100 AND 101). SN 75-059,378. 
PUB. 10-15-1996. FILED 2-20-1996. 


2,028,921. VIRTUAL DIABETIC. HOWISEN, HARRY, (U.S. 
CLS. 100 AND 101). SN 75-059,700. PUB. 10-15-1996. 
FILED 2-20-1996. 

2,028,922. NETMATION. NETMATION INC., (U.S. CLS. 100 
AND 101). SN 75-059,717. PUB. 10-15-1996. FILED 
2-20-1996. 

2,028,946. ADVANCED DERMATOLOGY & COSMETIC 
SURGERY CENTER AND DESIGN. LEAVITT MEDICAL 
GROUP, P.A., (U.S. CLS. 100 AND 101). SN 75-061,869. 
PUB. 10-15-1996. FILED 2-20-1996. 

2,028,979. SKYBOY. SKYBOY PRODUCTIONS, INC., (U.S. 
CLS. 100 AND 101). SN 75-064,642. PUB. 10-15-1996. 
FILED 2-28-1996. 

2,028,980. EMJ. EARLE M. JORGENSEN COMPANY, (U.S. 
CLS. 100 AND 101). SN 75-064,996. PUB. 10-15-1996. 
FILED 2-28-1996. 


2,028,984 (See Class 25 for this trademark). 
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2,028,985. THE NATIONAL ARBOR DAY FOUNDATION. 
NATIONAL ARBOR DAY FOUNDATION, THE, (U.S. 
CLS. 100 AND 101). SN 75-065,312. PUB. 10-15-1996. 
FILED 2-29-1996. 


2,028,986. IMAGES & INK (STYLIZED). CUCORP, INC., 
(U.S. CLS. 100 AND 101). SN 75-065,370. PUB. 10-15-1996. 
FILED 2-29-1996. 


2,028,988. WOMEN WRITING THE WEST AND DESIGN. 
WOMEN WRITING THE WEST, (U.S. CLS. 100 AND 
101). SN 75-065,966. PUB. 10-15-1996. FILED 3-1-1996. 


2,028,993. EPAZOTE. EPAZOTE, LTD., (U.S. CLS. 100 AND 
101). SN 75-066,604. PUB. 10-15-1996. FILED 3-4-1996. 


2,028,995. J & P CYCLES. J. PARHAM ENTERPRISES, 
LTD., (U.S. CLS. 100 AND 101). SN 75-067,115. PUB. 
10-15-1996. FILED 3-4-1996. 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


2,029,002. DEB’S WINGS-N-SUBS. DEB’S ENTERPRISES, 
(U.S. CLS. 100 AND 101). SN 75-067,771. PUB. 10-15-1996. 
FILED 3-5-1996. 

2,029,004. HYDE PARK. HYDE PARK RESTAURANT SYS- 
TEMS, INC., (U.S. CLS. 100 AND 101). SN 75-068,110. 
PUB. 10-15-1996. FILED 3-6-1996. 

2,029,022 (See Class 35 for this trademark). 

2,029,026. CHECKPOINT. PILKO & ASSOCIATES, INC., 
(U.S. CLS. 100 AND 101). SN 75-074,635. PUB. 10-15-1996. 
FILED 3-18-1996. 

2,029,028. SILKS AND DESIGN. DUFFY, INC., TA SILKS, 
(U.S. CLS. 100 AND 101). SN 75-075,051. PUB. 10-15-1996. 
FILED 3-19-1996. 

2,029,044. PPFA. PROFESSIONAL PICTURE FRAMERS 
ASSOCIATION, (U.S. CLS. 100 AND 101). SN 75-082,420. 
PUB. 10-15-1996. FILED 4-2-1996. 

2,029,051 (See Class 16 for this trademark). 


* e 





SECTION 2.—PRIOR UNITED STATES CLASSIFICATION 
COLLECTIVE MEMBERSHIP MARKS 


CLASS 200—COLLECTIVE MEMBERSHIP 

2,028,449. INTERNATIONAL ASSOCIATION OF LAW EN- 
FORCEMENT FIREARMS INSTRUCTORS. INTERNA- 
TIONAL ASSOCIATION OF LAW ENFORCEMENT 
FIREARMS INSTRUCTORS, INC., SN 74-730,128. PUB. 
10-15-1996. FILED 9-18-1995. 

2,028,710. PPS PERSONAL PROPERTY SPECIALIST INTER- 
NATIONAL ASSOCIATION OF ASSESSING OFFICERS 
AND DESIGN. INTERNATIONAL ASSOCIATION OF 
ASSESSING OFFICERS, SN 75-041,505. PUB. 10-15-1996. 
FILED 1-11-1996. 


CERTIFICATION MARKS 


CLASS B—SERVICES 


2,028,132. CEM. NATIONAL COORDINATING COUNCIL 
ON EMERGENCY MANAGEMENT, SN 74-549,623. PUB. 
10-15-1996. FILED 7-15-1994. 





TRADEMARK REGISTRATIONS ISSUED 
UNDER SECTION 1(d) 


The following marks have registered on the Principal Register pursuant to the intent-to-use provisions of Section 1(d) of 


the Trademark Act of 1946, as amended. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


2,029,066. CARTER-WALLACE, INC., NEW YORK, NY. 
SN 74-362,566. PUB. 1-30-1996, FILED 2-25-1993. 


TINY TIGER 


OWNER OF U.S. REG. NO. 1,709,109. 


CLASS 8—HAND TOOLS 


FOR TRIMMERS IN THE NATURE OF SCISSORS FOR 
USE IN GROOMING PETS (U.S. CLS. 23, 28 AND 44). 
FIRST USE 5-0-1991; IN COMMERCE 5-0-1991. 


CLASS 21-—-HOUSEWARES AND GLASS 


FOR GROOMING AIDS FOR PETS, NAMELY, BRUSH- 
ES AND COMBS (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 
FIRST USE 5-0-1991; IN COMMERCE 5-0-1991. 


2,029,067. DFS GROUP L.P., SAN FRANCISCO, CA. SN 
74-382,771. PUB. 6-6-1995, FILED 4-21-1993. 


GFL 


CLASS 18—LEATHER GOODS 


FOR LEATHER BAGS, NAMELY HANDBAGS, SHOUL- 
DER BAGS, BACKPACKS, OVERNIGHT BAGS, PORTFO- 
LIOS, KEY CASES, WALLETS, COIN PURSES (U.S. CLS. 
1, 2, 3, 22 AND 41). 

FIRST USE 9-6-1993; IN COMMERCE 9-6-1993. 


CLASS 25—CLOTHING 


FOR CLOTHING, NAMELY, SCARVES, MEN’S BELTS, 
AND TIES (U.S. CLS. 22 AND 339). 
FIRST USE 1-29-1995; IN COMMERCE 1-29-1995. 


TM 254 


2,029,070. SPECIALTY HOUSE OF CREATION INTERNA- 
TIONAL, INC., ELMER, NJ. SN 74-399,584. PUB. 
7-4-1995, FILED 6-9-1993. 


KEY AMERICA 


CLASS 6—METAL GOODS 


FOR METAL KEY RINGS, METAL KEY CASES AND 
METAL MONEY CLIPS MADE OF NON-PRECIOUS 
METAL (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 11-15-1993; IN COMMERCE 11-15-1993. 


CLASS 18—LEATHER GOODS 


FOR LEATHER KEY CASES, LUGGAGE TAGS, BUSI- 
NESS CARD CASES, LUGGAGE STRAPS (U.S. CLS. 1, 2, 
3, 22 AND 41). 

FIRST USE 4-18-1995; IN COMMERCE 4-18-1995. 


2,029,079. INTERNATIONAL BUSINESS MACHINES 
CORPORATION, ARMONK, NY. SN 74-452,089. PUB. 
10-24-1995, FILED 10-26-1993. 


WAVERUNNER 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER HARDWARE; COMMUNICATIONS 
EQUIPMENT, NAMELY PRINTED CIRCUIT BOARDS OR 
ADAPTERS FOR CONNECTING COMPUTERS TO NET- 
WORKS; COMMUNICATIONS SOFTWARE FOR PRINT- 
ED CIRCUIT BOARDS OR ADAPTERS FOR CONNECT- 
ING COMPUTERS TO NETWORKS (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 12-1-1993; IN COMMERCE 12-1-1993. 
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CLASS 37—CONSTRUCTION AND REPAIR 


FOR MAINTENANCE SERVICES IN CONNECTION 
WITH CARDS OR ADAPTERS OR OTHER DEVICES FOR 
CONNECTING COMPUTERS TO NETWORKS (U.S. CLS. 
100, 103 AND 106). 

FIRST USE 12-1-1993; INCOMMERCE 12-1-1993. 


2,029,081. WIESE VET SUPPLY, INC., BROCKPORT, NY. 
SN 74-456,570. PUB. 9-20-1994, FILED 11-5-1993. 


EQWIESE 
CLASS 5—PHARMACEUTICALS 


FOR FOOD SUPPLEMENTS (US. CLS. 6, 18, 44, 46, 51 
AND 52). 
FIRST USE 8-1-1994; IN COMMERCE 8-1-1994. 


CLASS 18—LEATHER GOODS 


FOR BLANKETS, PADS, SHEETS, COVERS, AND 
WRAPS, ALL FOR HORSES (U.S. CLS. 1, 2, 3, 22 AND 41). 
FIRST USE 8-1-1994; IN COMMERCE 8-1-1994. 


2,029,088. IMMUNO CONCEPTS, INC., SACRAMENTO, 
CA. SN 74-481,918. PUB. 6-27-1995, FILED 1-18-1994. 


HEP-2000 
CLASS 1—CHEMICALS 


FOR KITS CONSISTING PRIMARILY OF PLASTIC 
MICROWELLS COATED WITH IMMUNOLOGICAL SUB- 
STRATES, ENZYME ANTIBODY REAGENTS, CHROMO- 
GENIC SUBSTRATE REAGENTS, STOPPING REA- 
GENTS, CONTROL SERA AND OTHER REAGENTS FOR 
IMMUNOLOGICAL DETECTION OF ANTIBODIES IN 
HUMAN BLOOD FOR RESEARCH USE (US. CLS. 1, 5, 6, 
10, 26 AND 46). 

FIRST USE 6-0-1994; IN COMMERCE 6-0-1994. 


CLASS 5—PHARMACEUTICALS 


FOR DIAGNOSTIC CELL LINE SUBSTRATES FOR IM- 
MUNOLOGICAL DETECTION OF ANTIBODIES IN 
HUMAN BLOOD FOR RESEARCH USE (USS. CLS. 6, 18, 
44, 46, 51 AND 52). 

FIRST USE 6-0-1994; IN COMMERCE 6-0-1994. 


2,029,093. BURTON, LEONARD, FOUNTAIN VALLEY, 
CA. SN 74-490,369. PUB. 8-1-1995, FILED 2-14-1994. 


BURTONIQUE 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR ARTISTS’ SUPPLY CADDIES, SOLD EMPTY, FOR 
CARRYING AND STORING A WIDE VARIETY OF ART- 
ISTS’ MATERIALS (USS. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 
FIRST USE 4-27-1993; IN COMMERCE 8-4-1994. 


U.S. PATENT AND TRADEMARK OFFICE 


T™< 255 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR JEWELRY BOXES NOT MADE OF PRECIOUS 
METAL, PLANT STANDS, PATIO FURNITURE, WOOD 
CARVINGS, SCULPTURES MADE PRIMARILY OF 
WOOD, FIGURES MADE PRIMARILY OF WOOD, CUT- 
OUTS MADE PRIMARILY OF WOOD, HANGINGS MADE 
PRIMARILY OF WOOD, AND DISPLAY RACKS MADE 
PRIMARILY OF WOOD (US. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 8-15-1993; IN COMMERCE 10-30-1995. 


2,029,094. ODR INC., ATLANTA, GA. SN 74-490,381. PUB. 
3-28-1995, FILED 2-14-1994. 


RESILIENCE 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR VIDEOTAPES, AUDIO TAPES AND SLIDES DI- 
RECTED TO PROVIDING DIAGNOSTIC METHODS, 
PLANNING PROCEDURES AND IMPLEMENTATION 
TECHNIQUES IN THE FIELD OF BUSINESS AND IN- 
DUSTRIAL MANAGEMENT, PERSONAL MANAGE- 
MENT AND EDUCATION (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-7-1990; IN COMMERCE 9-4-1991. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED INSTRUCTIONAL MATERIALS IN THE 
FIELD OF BUSINESS AND INDUSTRIAL MANAGE- 
MENT AND EDUCATION AND SELF-IMPROVEMENT, 
NAMELY, BOOKS, BOOKLETS AND MANUALS (US. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 8-7-1990; IN COMMERCE 9-4-1991. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR BUSINESS AND INDUSTRIAL AND PERSONAL 
MANAGEMENT CONSULTING SERVICES, NAMELY, 
PROVIDING DIAGNOSTIC METHODS, PLANNING PRO- 
CEDURES AND IMPLEMENTATION TECHNIQUES (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 8-7-1990; IN COMMERCE 9-4-1991. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, PROVID- 
ING SEMINARS IN THE FIELD OF INDUSTRIAL AND 
PERSONAL MANAGEMENT DIRECTED TO PROVIDING 
DIAGNOSTIC METHODS, PLANNING PROCEDURES 
AND IMPLEMENTATION TECHNIQUES (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 8-7-1990; IN COMMERCE 9-4-1991. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR CONSULTING SERVICES IN THE FIELD OF 
SELF-IMPROVEMENT (U.S. CLS. 100 AND 101). 
FIRST USE 8-7-1990; IN COMMERCE 9-4-1991. 
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2,029,095. ALTERRA HOLDINGS CORPORATION, PHOE- 
NIX, AZ. SN 74-491,075. PUB. 11-28-1995, FILED 
2-14-1994. 


ALTERRA 


CLASS 17—RUBBER GOODS 


FOR COMPOSITE PLASTIC AND RUBBER POROUS 
PIPE FOR IRRIGATION, GARDEN HOSES AND SPRIN- 
KLER HOSES (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 

FIRST USE 6-20-1996; IN COMMERCE 6-20-1996. 


CLASS 27—FLOOR COVERINGS 


FOR RUBBER FLOOR MATS (U.S. CLS. 19, 20, 37, 42 
AND 50). 
FIRST USE 6-21-1996; IN COMMERCE 6-21-1996. 


2,029,100. MINSON ENTERPRISES CO. LTD., TAIPEI, 
TAIWAN. SN 74-496,859. PUB. 7-4-1995, FILED 3-4-1994. 


ZOOMLITE 


CLASS 18—LEATHER GOODS 


FOR ALL PURPOSE ATHLETIC BAGS, GYM BAGS, 
TRAVEL BAGS, AND LUGGAGE (US. CLS. 1, 2, 3, 22 
AND 41). 

FIRST USE 12-31-1994; IN COMMERCE 12-31-1994. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR ROLLER SKATES, ROLLER SKATE PARTS, 
NAMELY, WHEELS, WHEEL ASSEMBLIES, AXLES, 
PARTS FOR ATTACHING THE WHEELS TO THE 
ROLLER SKATE SHOE, AND ROLLER SKATE SHOES, 
AND ICE SKATES, ICE SKATE PARTS, NAMELY, 
BLADES, METAL RUNNERS, BLADE COVERS, PARTS 
FOR ATTACHING THE SKATE TO THE ICE SKATE 
BOOT, AND ICE SKATE BOOTS, AND PROTECTIVE AC- 
CESSORIES FOR USE DURING ROLLER SKATING AND 
ICE SKATING, NAMELY, KNEE PADS, ELBOW PADS, 
ANKLE PADS, SHOULDER PADS, HIP PADS (U.S. CLS. 
22, 23, 38 AND 50). 

FIRST USE 12-31-1994; IN COMMERCE 12-31-1994. 


OFFICIAL GAZETTE 
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2,029,105. INTELLECTUAL CAPITAL REPOSITORY, 
INC., LUBBOCK, TX. SN 74-505,018. PUB. 6-6-1995, 
FILED 3-25-1994. 


BACK: UP 
Off-Site Electronic Data Storage 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “OFF-SITE ELECTRONIC DATA STORAGE”, 
APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS THAT AUTOMATE THE 
DELIVERY AND RETRIEVAL OF INFORMATION TO 
AND FROM A REMOTE LOCATION (U.S. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 7-2-1996; IN COMMERCE 7-2-1996. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR COMPUTER INFORMATION STORAGE AND RE- 
TRIEVAL SERVICES INVOLVING THE USE OF A 
REMOTE LOCATION (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-2-1996; IN COMMERCE 7-2-1996. 


2,029,111. MCGARY, KYNAN KELLY, SAN FRANCISCO, 
CA. SN 74-515,077. PUB. 1-2-1996, FILED 6-30-1994. 


SATIVA 


THE ENGLISH TRANSLATION OF THE LATIN WORD 
“SATIVA” IS “CULTIVATED”. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR BODY SOAP, PERFUME AND COLOGNE, ESSEN- 
TIAL OILS FOR PERSONAL USE, SHAMPOO, MOISTUR- 
IZER, AND DEODORANT (U.S. CLS. 1, 4, 6, 50, 51 AND 
52). 

FIRST USE 7-11-1996; IN COMMERCE 7-11-1996. 


CLASS 4—LUBRICANTS AND FUELS 


FOR CANDLES, WICKS (U.S. CLS. 1, 6 AND 15). 
FIRST USE 7-11-1996; IN COMMERCE 7-11-1996. 
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2,029,120. UNITED KINGDOM ATOMIC ENERGY AU- 
THORITY, DBA AEA TECHNOLOGY, OXFORDSHIRE, 
OX11 ORA, UNITED KINGDOM. SN 74-531,135. PUB. 
11-14-1995, FILED 5-31-1994. 


ANSWERS 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER PROGRAMS FOR COMPUTATIONS, 
ANALYSIS, EVALUATIONS, ASSESSMENTS, AND/OR 
STUDIES IN THE FIELDS OF NUCLEAR PHYSICS, RA- 
DIATION PHYSICS, REACTOR PHYSICS, NUCLEAR 
SHIELDING AND CRITICALITY ASSESSMENTS (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 0-0-1988; IN COMMERCE 0-0-1988. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATION SERVICES, NAMELY CONDUCT- 
ING SEMINARS AND TRAINING COURSES IN THE USE 
OF COMPUTER PROGRAMS IN THE FIELDS OF NU- 
CLEAR PHYSICS, RADIATION PHYSICS, REACTOR 
PHYSICS, NUCLEAR SHIELDING AND CRITICALITY 
ASSESSMENTS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 0-0-1988; IN COMMERCE 2-0-1993. 


2,029,125. CONTAINER STORE, INC., THE, DALLAS, TX. 
SN 74-536,654. PUB. 4-23-1996, FILED 6-13-1994. 


MEADOW FLOWERS 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR SCENTED PRODUCTS, NAMELY SCENTED 
DRAWER LINERS (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 
FIRST USE 11-15-1994; IN COMMERCE 11-15-1994. 


CLASS 5—PHARMACEUTICALS 


FOR AIR FRESHENERS (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). 
FIRST USE 11-15-1994; IN COMMERCE 11-15-1994. 


2,029,130. ETECK INTERNATIONAL, INC., YPSILANTI, 
MI. SN 74-541,210. PUB. 4-25-1995, FILED 6-24-1994. 


Greek 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR COLLECTION OF USED OIL FILTERS FOR RE- 
CYCLING (U.S. CLS. 100, 103 AND 106). 
FIRST USE 9-0-1993; IN COMMERCE 8-0-1994. 


U.S. PATENT AND TRADEMARK OFFICE 


T™< 257 


CLASS 40—MATERIAL TREATMENT 


FOR RECYCLING USED OIL FILTERS TO TURN 
THEM INTO BRIQUETTES FOR SUBSEQUENT USE (U.S. 
CLS. 100, 103 AND 106). 

FIRST USE 9-0-1993; IN COMMERCE 8-0-1994. 


2,029,144. TAMRAC, INC., CHATSWORTH, CA. SN 
74-563,355. PUB. 10-10-1995, FILED 8-15-1994. 


LTX 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR CARRYING CASES FOR VIDEO EQUIPMENT, 
VIDEO BAGS AND CAMERA BAGS (USS. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 9-15-1994; IN COMMERCE 9-15-1994. 


CLASS 18—LEATHER GOODS 


FOR BRIEFCASES, POCKETBOOKS, HANDBAGS, 
PURSES AND LUGGAGE, NAMELY TRAVELING BAGS, 
TOTE BAGS, CARRY-ON BAGS, GARMENT BAGS, 
OVERNIGHT BAGS, AND SHOULDER BAGS (U.S. CLS. 1, 
2, 3, 22 AND 41). 

FIRST USE 9-15-1994; IN COMMERCE 9-15-1994. 


2,029,147. ENCORE MEDIA CORPORATION, ENGLE- 
WOOD, CO. SN 74-564,677. PUB. 11-28-1995, FILED 
8-22-1994. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMERICA’S YOUTH NETWORK”, APART FROM 
THE MARK AS SHOWN. 

THE MARK CONSISTS OF THE WORDING, LETTERS 
AND NUMERAL “WAM! AMERICA’S YOUTH NETWORK 
ENCORE 7”, AND DESIGN, COMPRISED, IN PART, OF A 
STYLIZED DEPICTION OF A GLOBE. 


CLASS 38—COMMUNICATION 


FOR CABLE TELEVISION AND SATELLITE TELEVI- 
SION BROADCASTING (U.S. CLS. 100, 101 AND 104). 
FIRST USE 9-1-1994; IN COMMERCE 9-1-1994. 
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CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF CABLE AND SATELLITE TELEVISION PROGRAM- 
MING (U.S. CLS. 100, 101 AND 107). 

FIRST USE 9-1-1994; IN COMMERCE 9-1-1994. 


2,029,156. COMPROTEK SERVICES, INC., AUSTIN, TX. 
SN 74-577,152. PUB. 10-3-1995, FILED 9-22-1994. 


LASERIMPACT 


OWNER OF U.S. REG. NO. 1,617,068. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR NEW AND REFURBISHED PRINTER PARTS, 
NAMELY, PRINTHEADS, PLATEN ASSEMBLIES, 
FUSERS, PAPER DRIVE AND HANDLING ASSEMBLIES, 
POWER SUPPLY CIRCUITS, AND CIRCUIT BOARDS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-0-1994; IN COMMERCE 8-0-1994. 


CLASS 37—CONSTRUCTION AND REPAIR 


FOR REPAIR AND REFURBISHMENT OF PRINTERS, 
NAMELY, COMPUTER, INKJET, LASER, THERMAL, 
AND DOT MATRIX PRINTERS AND PARTS THERE- 
FORE (U.S. CLS. 100, 103 AND 106). 

FIRST USE 8-0-1994; IN COMMERCE 8-0-1994. 


2,029,160. CERRO TORRE CO., LTD., DONG DAE MOON- 
KU, SEOUL, REPUBLIC OF KOREA. SN 74-581,909. 
PUB. 12-5-1995, FILED 10-4-1994. 


THE DESIGN PORTION CONSISTS OF A STYLIZED 
DESIGN OF A MOUNTAIN PEAK. 


CLASS 18—LEATHER GOODS 


FOR RUCKSACKS, TRAVELING BAGS, POCKET WAL- 
LETS (U.S. CLS. 1, 2, 3, 22 AND 41). 
FIRST USE 12-29-1989; IN COMMERCE 10-26-1995. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


FOR SLEEPING BAGS (U.S. CLS. 2, 13, 22, 25, 32 AND 
50). 
FIRST USE 12-29-1989; IN COMMERCE 10-26-1995. 
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CLASS 25—CLOTHING 


FOR SANDALS AND TROUSERS (U.S. CLS. 22 AND 39). 
FIRST USE 12-29-1989; IN COMMERCE 10-26-1995. 


2,029,168. EARTH FORCE, INC., ARLINGTON, VA. SN 
74-590,610. PUB. 12-19-1995, FILED 10-25-1994. 


EARTH FORCE 
ELECTRONIC 
AMBASSADORS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ELECTRONIC”, APART FROM THE MARK AS 
SHOWN. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES, NAMELY, EDUCATING CHILDREN BY MEANS 
OF ON-LINE COURSES IN THE FIELD OF THE ENVI- 
RONMENT AND DISTRIBUTING EDUCATIONAL MA- 
TERIALS IN CONNECTION THEREWITH (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 12-0-1994; IN COMMERCE 12-0-1994. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR PROVIDING ACCESS TO ON-LINE COMPUTER 
NETWORKS FEATURING DISCUSSION GROUPS CON- 
CERNING TOPICS DIRECTED TO THE ENVIRONMENT 
(U.S. CLS. 100 AND 101). 

FIRST USE 12-0-1994; IN COMMERCE 12-0-1994. 


2,029,181. CUSTOM DUPLICATION, INC., INGLEWOOD, 
CA. SN 74-612,702. PUB. 2-6-1996, FILED 12-19-1994. 


APRENDE CON NOSOTROS 


OWNER OF U.S. REG. NO. 1,754,965. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “APRENDE”, APART FROM THE MARK AS 
SHOWN. 

THE ENGLISH TRANSLATION OF “APRENDE CON 
NOSOTROS” IS “LEARN WITH US”. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRERECORDED AUDIO CASSETTE TAPES, COM- 
PACT DISCS, LASER DISCS AND VIDEO CASSETTE 
TAPES FEATURING CHILDREN’S EDUCATIONAL AND 
ENTERTAINMENT MATERIALS; COMPUTER SOFT- 
WARE FOR USE IN CHILDREN’S EDUCATION AND EN- 
TERTAINMENT (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-1-1991; INCOMMERCE 10-1-1991. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED INSTRUCTIONAL MATERIALS, 
NAMELY WORKBOOKS FOR CHILDREN’S EDUCATION 
AND ENTERTAINMENT (USS. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 10-1-1991; INCOMMERCE 10-1-1991. 


2,029,255. MAXIS, INC., ORINDA, CA. SN 74-661,898. PUB. 
12-19-1995, FILED 4-17-1995. 


MARTY 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR CHILDREN’S EDUCATIONAL AND ENTERTAIN- 
MENT COMPUTER SOFTWARE FOR PRE-SCHOOL AND 
ELEMENTARY SCHOOL LEVEL CHILDREN FEATUR- 
ING BASIC LEARNING SKILLS (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 11-7-1995; IN COMMERCE 11-7-1995. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR COMPUTER GAME SOFTWARE (U.S. CLS. 22, 23, 
38 AND 50). 
FIRST USE 11-7-1995; IN COMMERCE 11-7-1995. 


2,029,266. DIET POWER PRODUCTS LLC, LOS ANGE- 
LES, CA, ASSIGNEE OF SLENDER SECRET, INC., LOS 
ANGELES, CA. SN 74-667,474. PUB. 12-19-1995, FILED 
4-28-1995. 


i 


Rl 


CLASS 5—PHARMACEUTICALS 


FOR MULTI-VITAMINS (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). 
FIRST USE 9-1-1995; IN COMMERCE 9-1-1995. 


CLASS 29—MEATS AND PROCESSED FOODS 


FOR SOUPS (U.S. CL. 46). 
FIRST USE 9-1-1995; IN COMMERCE 9-1-1995. 
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CLASS 30—STAPLE FOODS 


FOR TEAS (U.S. CL. 46). 
FIRST USE 9-1-1995; IN COMMERCE 9-1-1995. 


CLASS 32—LIGHT BEVERAGES 


FOR FRUIT AND VEGETABLE JUICES (U.S. CLS. 45, 46 
AND 48). 
FIRST USE 9-1-1995; IN COMMERCE 9-1-1995. 


2,029,285. MIKON SYSTEMS, INC., ATLANTA, GA. SN 
74-677,083. PUB. 12-19-1995, FILED 5-19-1995. 


INTEKON 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR COMPUTER SOFTWARE, NAMELY INTERFACE 
SOFTWARE THAT CONNECTS TWO OR MORE COM- 
PUTER PROGRAMS OR COMPUTER SYSTEMS AND 
THEN TRANSFORMS AND TRANSMITS DATA BE- 
TWEEN THOSE PROGRAMS AND SYSTEMS ACCORD- 
ING TO PRE-DEFINED RULES (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 5-1-1995; IN COMMERCE 12-15-1995. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR SERVICES CONSULTING AND TECHNICAL 
SERVICES TO ANALYZE AND IMPROVE BUSINESS OP- 
ERATIONS IN CONJUNCTION WITH THE CREATION 
AND IMPLEMENTATION OF COMPUTER SOFTWARE 
(U.S. CLS. 100 AND 101). 

FIRST USE 5-1-1995; IN COMMERCE 12-15-1995. 


2,029,353. SEYMOUR OF SYCAMORE INC., SYCAMORE, 
IL. SN 75-975,513. PUB. 1-2-1996, FILED 4-25-1995. 


WAVE MASTER 
CLASS 1—CHEMICALS 


FOR CHEMICAL PRESERVATIVES FOR TREATING 
VINYL, AND ULTRAVIOLET-RESISTANT SILICONE 
CANVAS TREATMENT (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 1-0-1995; IN COMMERCE 8-0-1995. 


CLASS 2—PAINTS 


FOR MARINE PAINTS, CORROSION INHIBITORS AND 
RESINOUS MARINE HULL COATINGS (U.S. CLS. 6, 11 
AND 16). 

FIRST USE 1-0-1995; IN COMMERCE 8-0-1995. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


FOR GLASS AND VINYL CLEANER; CLEANERS AND 
DEGREASERS FOR MARINE USE (U.S. CLS. 1, 4, 6, 50, 51 
AND 52). 

FIRST USE 1-0-1995; IN COMMERCE 8-0-1995. 
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are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 
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Application in one class 


CLASS 1—CHEMICALS 


2,029,092. ZENECA INC., WILMINGTON, DE. SN 
74-488,406. PUB. 11-29-1994, FILED 2-9-1994. 


SUPERCHARGE 


FOR PESTICIDE ADJUVANT (U.S. CLS. 1, 5, 6, 10, 26 
AND 46). 
FIRST USE 2-28-1996; IN COMMERCE 2-28-1996. 


2,029,127. PBI/GORDON CORPORATION, KANSAS CITY, 
MO. SN 74-537,677. PUB. 4-18-1995, FILED 6-14-1994. 


PRO-MASTER 


FOR AGRICULTURAL CHEMICALS AND FERTILIZ- 
ERS (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 
FIRST USE 3-22-1995; IN COMMERCE 3-22-1995. 


2,029,236. VIGORO INDUSTRIES, INC., FAIRVIEW 
HEIGHTS, IL. SN 74-651,052. PUB. 3-19-1996, FILED 
3-24-1995. 


NITRO-BITE 


FOR CHEMICAL PREPARATION FOR MELTING 
SNOW AND ICE ON OUTDOOR WALKING AND DRIV- 
ING SURFACES (U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 
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2,029,286. AGROTECH, INC., SHERMAN, TX. SN 
74-677,330. PUB. 1-23-1996, FILED 5-19-1995. 


FOR FERTILIZER FOR AGRICULTURAL, COMMER- 
CIAL, AND DOMESTIC USE (U.S. CLS. 1, 5, 6, 10, 26 AND 
46). 

FIRST USE 7-31-1996; IN COMMERCE 7-31-1996. 


2,029,289. POWER SERVICE PRODUCTS, INC., WEATH- 
ERFORD, TX. SN 74-678,979. PUB. 3-19-1996, FILED 
5-23-1995. 


fenviceley 


DIESEL LUBE 


OWNER OF U.S. REG. NOS. 1,117,503 AND 1,567,783. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DIESEL LUBE”, APART FROM THE MARK AS 
SHOWN. 

FOR CHEMICAL ADDITIVE TO INCREASE THE LU- 
BRICITY OF DIESEL FUEL (US. CLS. 1, 5, 6, 10, 26 AND 


46). 
FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 
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CLASS 1—(Continued). 


2,029,330. POLYMER ENGINEERING CORP., OXNARD, 
CA. SN 74-711,689. PUB. 4-16-1996, FILED 8-7-1995. 


DURA-PACK 


FOR URETHANE POLYMER-BASED GLUE FOR GEN- 
ERAL BONDING AND REPAIR PURPOSES, PACKAGED 
IN DISPENSING TUBES FOR HAND HELD DISPENSERS 
(U.S. CLS. 1, 5, 6, 10, 26 AND 46). 

FIRST USE 7-13-1995; IN COMMERCE 4-4-1996. 


CLASS 3—COSMETICS AND CLEANING 
PREPARATIONS 


2,029,061. GETTY PETROLEUM CORP., JERICHO, NY. SN 
74-345,617. PUB. 6-15-1993, FILED 1-5-1993. 


OWNER OF U.S. REG. NO. 957,175. 

THE MARK IS A STYLIZED DEPICTION OF THE 
LETTER “G”. 

FOR STEAM CLEANING SOLUTION FOR AUTOMO- 
TIVE ENGINE BLOCKS, WHEELS, AND CHASSIS, ELEC- 
TRICAL MOTORS, MILL AND MINING MACHINERY, 
AND REMOVAL OF RUST PREVENTIVE COATINGS, 
CARBURETOR CLEANER, ALUMINUM CLEANING SO- 
LUTIONS, DEGREASING SOLVENTS AND _ WIND- 
SHIELD CLEANER (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 7-9-1996; IN COMMERCE 7-9-1996. 


2,029,152. CHARLES REVSON INC., NEW YORK, NY. SN 
74-568,827. PUB. 6-27-1995, FILED 9-1-1994. 


WONDERWEAR 


FOR FOUNDATION MAKEUP (USS. CLS. 1, 4, 6, 50, 51 
AND 52). 
FIRST USE 6-7-1995; IN COMMERCE 6-7-1995. 
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2,029,155. KENT & SPIEGEL DIRECT, INC., CULVER 
CITY, CA. SN 74-577,055. PUB. 5-16-1995, FILED 
9-22-1994. 


olor 
olor 


FOR NAIL POLISH AND LIPSTICK (U.S. CLS. 1, 4, 6, 50, 
51 AND 52). 
FIRST USE 11-5-1995; IN COMMERCE 11-5-1995. 


2,029,221. NO TOUCH NORTH AMERICA CORPORA- 
TION, IRVINE, CA. SN 74-645,715. PUB. 1-9-1996, FILED 
3-13-1995. 


NO TOUCH 


OWNER OF U.S. REG. NOS. 1,525,142, 1,826,789, AND 
1,848,929. 

FOR AUTOMOTIVE CAR POLISHES, WAXES, DETER- 
GENTS AND PROTECTANTS FOR INTERIOR AND EX- 
TERIOR USE (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 8-0-1986; IN COMMERCE 2-1-1991. 


2,029,279. LANCIE INTERNATIONAL, INC., NEW YORK, 
NY. SN 74-673,279. PUB. 12-5-1995, FILED 5-12-1995. 


TRUTONE VIBRANT COLOR 
LIPSTICK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LIPSTICK”, APART FROM THE MARK AS SHOWN. 

FOR LIPSTICK (U.S. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 7-0-1995; IN COMMERCE 7-0-1995. 
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CLASS 3—(Continued). 


2,029,284. REVLON CONSUMER PRODUCTS CORPORA- 
TION, NEW YORK, NY. SN 74-676,299. PUB. 1-16-1996, 
FILED 4-28-1995. 


AROSCI 


FOR HAIR CARE PREPARATIONS, NAMELY, SHAM- 
POO, CONDITIONER, HAIR SPRAY, GEL AND RELAX- 
ER (US. CLS. 1, 4, 6, 50, 51 AND 52). 

FIRST USE 8-5-1996; IN COMMERCE 8-5-1996. 


2,029,320. REVLON CONSUMER PRODUCTS CORPORA- 
TION, NEW YORK, NY. SN 74-702,662. PUB. 3-5-1996, 
FILED 6-19-1995. 


SHINE-DEFYNING DRESS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DRESS”, APART FROM THE MARK AS SHOWN. 

FOR HAIR STYLING PREPARATIONS (U.S. CLS. 1, 4, 6, 
50, 51 AND 52). 

FIRST USE 8-5-1996; IN COMMERCE 8-5-1996. 


CLASS 4—LUBRICANTS AND FUELS 


2,029,226. GRIGINS NATURAL RESOURCES INC., NEW 
YORK, NY. SN 74-647,200. PUB. 11-14-1995, FILED 
3-15-1995. 


INTO THE WOODS 


FOR CANDLES (U.S. CLS. 1, 6 AND 15). 
FIRST USE 12-0-1995; IN COMMERCE 12-0-1995. 


2,029,287. JET-LUBE, INC., HOUSTON, TX. SN 74-677,520. 
PUB. 3-12-1996, FILED 5-16-1995. 


MAGIC WRENCH 


FOR PENETRANT AND LUBRICANT FOR MECHANI- 
CAL SEALS (U.S. CLS. 1, 6 AND 15). 
FIRST USE 8-28-1995; IN COMMERCE 8-28-1995. 


2,029,293. AMERICAN GREASE STICK COMPANY, DBA 
AGS, MUSKEGON, MI. SN 74-681,361. PUB. 1-30-1996, 
FILED 5-22-1995. 


THREAD-MAGIC 


FOR STICK LUBRICANT FOR SELF-TAPPING 
SCREWS (U.S. CLS. 1, 6 AND 15). 
FIRST USE 10-10-1995; IN COMMERCE 10-10-1995. 
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2,029,297. CIRCLE OF BEAUTY, INC., NEW YORK, NY. 
SN 74-682,703. PUB. 5-7-1996, FILED 5-31-1995. 


MY DESIRE 


FOR CANDLES (U.S. CLS. 1, 6 AND 15). 
FIRST USE 11-14-1995; IN COMMERCE 11-14-1995. 


CLASS 5—PHARMACEUTICALS 


2,029,073. JOHNSON, MERICA FOOKS, BEAVERTON, OR. 
SN 74-418,314. PUB. 5-30-1995, FILED 7-26-1993. 


COUGH POPS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUGH”, APART FROM THE MARK AS SHOWN. 
FOR COUGH LOZENGES (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). 
FIRST USE 8-16-1996; IN COMMERCE 8-16-1996. 


2,029,107. CHURCH & DWIGHT COMPANY, GREEN 
RIVER, WY. SN 74-511,648. PUB. 6-6-1995, FILED 
4-12-1994. 


SMOKE BUSTER 


OWNER OF U.S. REG. NO. 1,053,509. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SMOKE”, APART FROM THE MARK AS SHOWN. 

FOR CARPET DEODORIZERS, ROOM DEODORIZERS 
(U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 7-25-1994; IN COMMERCE 7-25-1994. 
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2,029,137. EARTH TOUCH FRANCHISE CORPORATION, 
ALBUQUERQUE, NM. SN 74-556,397. PUB. 12-12-1995, 


Pest Control 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORGANIC PEST. CONTROL”, APART FROM THE 
MARK AS SHOWN. 

FOR PESTICIDES FOR DOMESTIC USE (U.S. CLS. 6, 18, 
44, 46, 51 AND 52). 

FIRST USE 4-1-1996; IN COMMERCE 4-1-1996. 


2,029,200. UNITED INDUSTRIES CORPORATION, ST. 
LOUIS, MO. SN 74-633,967. PUB. 10-31-1995, FILED 
2-14-1995. 


DEAD AND GONE, TWICE 
AS LONG 


FOR INSECTICIDES, PESTICIDES AND RODENTI- 
CIDES, FUNGICIDES AND HERBICIDES FOR DOMES- 
TIC USAGE (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 2-10-1996; IN COMMERCE 2-10-1996. 


2,029,208. NU SKIN INTERNATIONAL, INC., PROVO, UT. 
SN 74-641,421. PUB. 11-7-1995, FILED 3-2-1995. 


BOTANAEASE 


FOR NUTRITIONAL SUPPLEMENTS, NAMELY, BO- 
TANICAL PREPARATIONS (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). 

FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 
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2,029,209. NU SKIN INTERNATIONAL, INC., PROVO, UT. 
SN 74-641,422. PUB. 11-7-1995, FILED 3-2-1995. 


BOTANAGUARD 


FOR NUTRITIONAL SUPPLEMENTS, NAMELY, BO- 
TANICAL PREPARATIONS (U.S. CLS. 6, 18, 44, 46, 51 AND 
52). 

FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 


2,029,216. PHYKITT, HOWARD, WILSON, NC. AND PHY- 
KITT, TERESA, WILSON, NC. SN 74-644,397. PUB. 
10-31-1995, FILED 3-10-1995. 


AQUAPRIN 


FOR OVER THE COUNTER ANTI-INFLAMMATORY/ 
ANALGESIC PREPARATION (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 9-7-1995; IN COMMERCE 11-1-1995. 


2,029,225. HOFFMANN - LA ROCHE INC., NUTLEY, NJ. 
SN 74-647,188. PUB. 10-24-1995, FILED 3-15-1995. 


TASMAR 


OWNER OF U.S. REG. NO. 1,819,387. 

FOR PHARMACEUTICAL PREPARATIONS FOR THE 
TREATMENT OF PARKINSONISM (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 

FIRST USE 8-12-1996; IN COMMERCE 8-12-1996. 


2,029,251. WEIDER NUTRITION GROUP, INC., SALT 
LAKE CITY, UT. SN 74-656,206. PUB. 11-14-1995, FILED 
3-27-1995. 


DAILY BURN 


FOR DIETARY SUPPLEMENTS, NAMELY, NUTRITION 
SUPPLEMENTS AND VITAMIN AND MINERAL SUP- 
PLEMENTS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 5-18-1995; IN COMMERCE 5-18-1995. 


2,029,261. ABBOTT LABORATORIES, ABBOTT PARK, IL. 
SN 74-664,597. PUB. 12-5-1995, FILED 4-24-1995. 


MURINE TEARS 


OWNER OF U.S. REG. 1,632,900, AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEARS”, APART FROM THE MARK AS SHOWN. 

FOR EYE DROP PREPARATIONS (U.S. CLS. 6, 18, 44, 46, 
51 AND 52). 

FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 


NOS. 47,813, 
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HOUSTON INTERNATIONAL, L.L.C., PHOE- 
PUB. 12-12-1995, FILED 


2,029,277. 
NIX, AZ. SN _ 74-672,733. 
5-11-1995. 


CITRIUM 


FOR DIETARY SUPPLEMENT, NAMELY, GUM USED 
TO ASSIST IN WEIGHT LOSS (US. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 6-0-1995; IN COMMERCE 7-0-1995. 


2,029,301. SILVERDALES, BANDERA, TX. SN 74-689,061. 
PUB. 1-30-1996, FILED 6-15-1995. 


=> SEA MINERALS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SEA MINERALS”, APART FROM THE MARK AS 
SHOWN. 

FOR SEA MINERAL LIQUID AND SEA MINERAL 
OINTMENT FOR THE GENERAL WELL-BEING OF 
HORSES (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995. 


2,029,324. VITAMIN SCIENCE, INC., LOS ANGELES, CA. 
SN 74-703,883. PUB. 3-19-1996, FILED 7-21-1995. 


VSI 


FOR VITAMINS (U.S. CLS. 6, 18, 44, 46, 51 AND 52). 
FIRST USE 3-29-1995; IN COMMERCE 3-29-1995. 


2,029,339. INTAGRA, INC., MINNEAPOLIS, MN. SN 
74-719,992. PUB. 4-30-1996, FILED 8-24-1995. 


GET AWAY 


OWNER OF U.S. REG. NO. 1,639,329. 

FOR ANIMAL REPELLANT (U.S. CLS. 6, 18, 44, 46, 51 
AND 52). 

FIRST USE 12-1-1995; IN COMMERCE 12-1-1995. 


2,029,340. DEN-MAT CORPORATION, DBA DEN-MAT, 
SANTA MARIA, CA. SN 74-721,023. PUB. 4-16-1996, 
FILED 8-24-1995. 


TENURE QUIK 


OWNER OF U.S. REG. NO. 1,781,055. 
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CLASS 5—(Continued). 


FOR DENTAL PRODUCTS, NAMELY, BONDING MA- 
TERIALS, ADHESIVES, AMALGAMS, RESTORATION 
COMPOUNDS, VENEERS AND IMPRESSION MATERI- 
ALS (US. CLS. 6, 18, 44, 46, 51 AND 52). 

FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


CLASS 6—METAL GOODS 


2,029,064. HOOVER GROUP, INC., ALPHARETTA, GA. 
SN 74-354,115. PUB. 8-16-1994, FILED 2-1-1993. 


(2) Hoover 


FOR COMPOSITE METAL CONTAINER WITH INNER 
PLASTIC TANK AND OUTER RETAINER WALL FOR 
TRANSPORTING BULK LIQUIDS (U.S. CLS. 2, 12, 13, 14, 
23, 25 AND 50). 

FIRST USE 11-30-1995; IN COMMERCE 11-30-1995. 


2,029,196. JAY & KAY SAFETY D’SIGNS, SAN ANSELMO, 
CA. SN 74-631,766. PUB. 10-3-1995, FILED 2-6-1995. 


A, oR 


THE MARK CONSISTS OF A STYLIZED RENDITION 
OF A BOY RIDING A BICYCLE AND A STYLIZED REN- 
DITION OF A GIRL BOUNCING A BALL. 

FOR NON-LUMINOUS, NON-MECHANICAL METAL 
SIGNS (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 50). 

FIRST USE 3-23-1995; IN COMMERCE 4-14-1995. 
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2,029,085. TRUNINGER AG, 4513 LANGENDORF/SOLTH- 2,029,121. M. TORRES DISENOS INDUSTRIALES, S.A., 
URN, SWITZERLAND. SN 74-474,937. PUB. 10-18-1994, 31118 TORRES DE ELORZ (NAVARRA), SPAIN. SN 
FILED 12-23-1993. 74-531,938. PUB. 12-26-1995, FILED 6-1-1994. 


TORRESTOOL 


Y PRIORITY CLAIMED UNDER SEC. 44D) ON SPAIN 
APPLICATION NO. 1901961, FILED 5-10-1994, REG. NO. 
1,901,961, DATED 4-5-1995, EXPIRES 5-10-2004. 
FOR WORKPIECE HOLDER FOR MILLING AND 
DRILLING MACHINE (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 
35). 
FIRST USE 6-0-1992; IN COMMERCE 6-0-1992. 


2,029,171. ATRO INDUSTRIALE S.P.A., I-20046 BIAS- 
SONO (MI), ITALY. SN 74-600,905. PUB. 7-25-1995, 
FILED 11-21-1994. 


OWNER OF U.S. REG. NO. 1,212,923. 

THE MARK CONSISTS OF THE LETTERING “QX” IN 
DESIGN FORM. 

FOR HYDRAULIC PUMPS (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 335). 

FIRST USE 0-0-1994; IN COMMERCE 11-0-1995. 


Capri 


2,029,086. KVAERNER PULPING TECHNOLOGIES AB, 
S-651 15 KARLSTAD, SWEDEN, BY CHANGE OF 
NAME FROM KAMYR AKTIEBOLAGET, S-651 15 
KARLSTAD, SWEDEN. SN 74-479,821. PUB. 10-25-1994, 
FILED 1-18-1994. FOR PNEUMATIC STAPLERS AND BRADERS (U.S. 
CLS. 13, 19, 21, 23, 31, 34 AND 35). 
FIRST USE 2-28-1995; IN COMMERCE 4-30-1995. 


2,029,172. NASH ENGINEERING COMPANY, THE, NOR- 
WALK, .CT. SN 74-602,586. PUB. 9-5-1995, FILED 
11-23-1994. 


Dry-Pro 


FOR SUSPENSION PUMPS, MIXERS FOR PULP AND 
DIGESTING SOLUTIONS AND PULP BLEACHING MA- 


CHINES (USS. CLS. 13, 19, 21, 23, 31, 34 AND 35). 
FOR VACUUM PUMPS AND STRUCTURAL PARTS 
a a ey ee ares THEREFOR (US. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


FIRST USE 10-1-1994; IN COMMERCE 1-1-1995. 


2,029,103. POOLRAY (PTY) LIMITED, PRIMROSE, GER- 
MISTON, SOUTH AFRICA. SN _ 74-503,515. PUB. 2,029,207. POWER TOOL HOLDERS INCORPORATED, 


5-16-1995, FILED 3-16-1994. WILMINGTON, DE. SN 74-640,996. PUB. 10-17-1995, 
FILED 3-2-1995. 


POOLRAY EVOLUTION 


FOR AUTOMATIC SWIMMING POOL CLEANERS AND FOR MACHINE AND POWER TOOL PARTS, NAMELY, 
PARTS THEREFOR (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). DRILL CHUCKS (USS. CLS. 13, 19, 21, 23, 31, 34 AND 35). 
FIRST USE 1-0-1993; IN COMMERCE 3-0-1994. FIRST USE 5-4-1995; IN COMMERCE 5-4-1995. 
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2,029,275. LINCOLN CODERS, INC., FORT WAYNE, IN. 
SN 74-670,142. PUB. 3-5-1996, FILED 5-5-1995. 


POLY-INK 


FOR PRINTING ROLLS (U.S. CLS. 13, 19, 21, 23, 31, 34 
AND 35). 
FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 


2,029,295. KAMYR, INC., GLENS FALLS, NY. SN 
74-682,195. PUB. 2-13-1996, FILED 5-9-1995. 


DIAMONDBACK 


FOR CELLULOSE PULP PRODUCING, TREATING, 
STORING, AND HANDLING SYSTEMS CONSISTING OF 
CONVEYORS, HANDLING VESSELS, CHIP BINS, IM- 
PREGNATION VESSELS, DIGESTERS, BLEACHING 
VESSELS, WASHING VESSELS, STORAGE VESSELS, 
PRESSURE AND ATMOSPHERIC DIFFUSERS, AND 
STEAMING VESSELS; AND PARTS FOR ALL THE 
FOREGOING (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 

FIRST USE 8-9-1995; IN COMMERCE 9-21-1995. 


2,029,341. MEDECO SECURITY LOCKS, INC., SALEM, 
VA. SN 74-722,264. PUB. 2-6-1996, FILED 8-29-1995. 


KEYMARK 


FOR KEY-CUTTING MACHINES (U.S. CLS. 13, 19, 21, 23, 
31, 34 AND 35). 
FIRST USE 8-1-1995; IN COMMERCE 8-1-1995. 


CLASS 8—HAND TOOLS 


2,029,180. PRATHER, WENDY, BELVIDERE, IL. SN 
74-610,863. PUB. 9-19-1995, FILED 12-14-1994. 


Burro 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NAIL”, APART FROM THE MARK AS SHOWN. 
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FOR CARPENTER’S LEATHER GUN NAIL POUCH 


(U.S. CLS. 23, 28 AND 44). 
FIRST USE 5-6-1995; IN COMMERCE 5-6-1995. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


2,029,057. KING RECORD kKABUSHIKI KAISHA, 
BUNKYO-KU, TOKYO, JAPAN. SN 74-304,154. PUB. 
8-2-1994, FILED 8-14-1992. 


OWNER OF JAPAN REG. NO. 1556109, DATED 
12-4-1982, EXPIRES 12-4-2002. 

THE LINING ON THE MARK IS A FEATURE OF THE 
MARK AND IS NOT INTENDED TO INDICATE COLOR. 

FOR PRE-RECORDED PHONOGRAPH RECORDS, 
COMPACT DISKS, AUDIO CASSETTE TAPES, MUSIC 
TAPES, VIDEO DISKS, VIDEO TAPES, LASER DISKS, 
MINI DISCS, DIGITAL AUDIO TAPES AND DIGITAL 
AUDIO COMPACT CASSETTE TAPES; THE AUDIO 
PRODUCTS ALL FEATURING MUSIC AND SOUND EF- 
FECTS AND THE VIDEO PRODUCTS ALL FEATURING 
MUSICAL ENTERTAINMENT, PLAYS, ANIMATIONS, 
MOTION PICTURES AND TFUEVISION GAMES (US. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-23-1963; IN COMMERCE 4-0-1993. 


2,029,060. FASHION TELEVISION ASSOCIATES, L-P., 
NEW YORK, NY. SN 74-324,508. PUB. 4-19-1994, FILED 
10-21-1992. 


CATALOGUE TV 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TV”, APART FROM THE MARK AS SHOWN. 

FOR PRE-RECORDED VIDEO CASSETTE TAPES FEA- 
TURING SUBJECTS RELATING TO LIFESTYLE AND 
FASHION; MOTION PICTURE FILMS FEATURING SUB- 
JECTS RELATING TO LIFESTYLE AND FASHION (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-13-1993; IN COMMERCE 8-13-1993. 
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2,029,062. SNIDER, F. DAVID, BOULDER, CO. SN 
74-350,719. PUB. 6-15-1993, FILED 1-21-1993. 


AUTOSOFT 


FOR COMPUTER PROGRAMS AND USER MANUALS, 
SOLD AS A UNIT, FOR USE IN THE AUTOMOTIVE 
MAINTENANCE, SERVICE AND REPAIR INDUSTRY 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-15-1991; IN COMMERCE 5-10-1991. 


2,029,071. MARK FORCE LTD., SCOTTSDALE, AZ. SN 
74-402,468. PUB. 4-12-1994, FILED 6-17-1993. 


PROGRAM MASTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PROGRAM”, APART FROM THE MARK AS 
SHOWN. 

FOR PROGRAMMABLE REMOTE CONTROL FOR USE 
WITH AUDIO/VIDEO EQUIPMENT (U.S. CLS. 21, 23, 26, 
36 AND 38). 

FIRST USE 7-2-1996; IN COMMERCE 7-2-1996. 


2,029,091. IDEAL INDUSTRIES, INC., SYCAMORE, IL. SN 
74-486,271. PUB. 11-22-1994, FILED 2-3-1994. 


TEST-PRO 


FOR DIGITAL MULTIMETERS (U.S. CLS. 21, 23, 26, 36 
AND 38). 
FIRST USE 7-8-1996; IN COMMERCE 7-8-1996. 


2,029,097. KOFAX IMAGE PRODUCTS, IRVINE, CA. SN 
74-491,827. PUB. 7-4-1995, FILED 2-18-1994. 


ASCENT 


FOR COMPUTER SOFTWARE THAT PERMITS THE 
INTEGRATION OF DOCUMENT IMAGE PROCESSING 
AND GRAPHICAL DATA BASES IN A DOCUMENT IM- 
AGING SYSTEM FOR MANAGING, SCANNING, DIS- 
PLAYING, INDEXING, SORTING AND PRINTING DOC- 
UMENT IMAGES STORED IN A PERSONAL COMPUTER, 
AND INSTRUCTION MANUALS SOLD AS A UNIT (US. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-25-1995; IN COMMERCE 1-25-1995. 


2,029,098. ROBBINS-GIOIA, INC., ALEXANDRIA, VA. SN 
74-493,708. PUB. 11-29-1994, FILED 2-23-1994. 


LYNX 


FOR SOFTWARE INTERFACE BETWEEN PROGRAM 
MANAGEMENT SOFTWARE AND VARIOUS RELA- 
TIONAL DATABASES (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-1-1995; IN COMMERCE 10-1-1995. 
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2,029,101. CEQ SOFTWARE, INC., TUCSON, AZ. SN 
74-498,370. PUB. 12-13-1994, FILED 3-15-1994. 


OPTIMUM SETTINGS 


FOR COMPUTER SOFTWARE FOR USE IN CREATING 
GRAPHIC DESIGN LAYOUTS OF ROOMS TO BE USED 
FOR EVENTS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-20-1994; IN COMMERCE 5-20-1994. 


2,029,104. AIWA CO., LTD., TAITO-KU, TOKYO, JAPAN. 
SN 74-504,549. PUB. 7-18-1995, FILED 3-24-1994. 


EAR LOGIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “EAR”, APART FROM THE MARK AS SHOWN. 

FOR HEAD PHONES (US. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-0-1994; IN COMMERCE 5-0-1994. 


2,029,113. RADVIEW SOFTWARE LTD., RAMAT HA- 
HAYAL, TEL-AVIV 69710, ISRAEL. SN 74-520,623. PUB. 
11-21-1995, FILED 5-6-1994. 


TESTVIEW 


FOR COMPUTER SOFTWARE FOR TESTING SOFT- 
WARE APPLICATIONS, NAMELY SOFTWARE FOR DIS- 
TRIBUTED NETWORK TESTING OF APPLICATIONS 
PROGRAMS IN CLIENT/SERVER ENVIRONMENTS 
UNDER FULL NETWORK-LOAD CONDITIONS AND 
SIMULATION OF MULTIPLE-USER ENVIRONMENTS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-0-1995; IN COMMERCE 2-0-1995. 


2,029,122. LOTUS DEVELOPMENT CORPORATION, 
CAMBRIDGE, MA. SN 74-532,089. PUB. 5-9-1995, FILED 
6-1-1994. 


NOTESSQL 


OWNER OF U.S. REG. NO. 1,541,383. 

FOR COMPUTER SOFTWARE FOR USE IN LINKING 
DATABASES TO APPLICATIONS, AND INSTRUCTION 
MANUALS SOLD AS A UNIT (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 6-19-1996; IN COMMERCE 6-19-1996. 
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2,029,131. COMMUNICATIONS PRODUCT DEVELOP- 
MENT, INC., VANCOUVER, WA. SN 74-546,960. PUB. 
6-27-1995, FILED 7-7-1994. 


CPDI CALL-CONTROL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CALL-CONTROL”, APART FROM THE MARK AS 
SHOWN. 

FOR PERSONAL COMPUTER SOFTWARE AND RE- 
LATED HARDWARE FOR TRANSACTION PROCESSING 
AND FOR PROVIDING DEBIT CARD SERVICES IN THE 
FIELD OF LONG DISTANCE TELECOMMUNICATIONS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-26-1996; IN COMMERCE 2-26-1996. 


2,029,132. DYNAMIC DECISIONS, INC., EDISON, NJ. SN 
74-549,042. PUB. 6-13-1995, FILED 7-14-1994. 


TRUE GREEN 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GREEN”, APART FROM THE MARK AS SHOWN. 

FOR PERSONAL COMPUTERS AND PERIPHERALS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-0-1995; IN COMMERCE 1-0-1995. 


2,029,135. SABAN ENTERTAINMENT, INC., BURBANK, 
CA. SN 74-553,925. PUB. 5-23-1995, FILED 7-26-1994. 


LIBRA PICTURES 
INTERNATIONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PICTURES”, APART FROM THE MARK AS 
SHOWN. 

FOR CD ROMS FEATURING MOTION PICTURES; 
COMPUTER OPERATING SYSTEM SOFTWARE; PRERE- 
CORDED COMPUTER SOFTWARE PROGRAMS RE- 
CORDED ON DISCS, CARTRIDGES AND TAPES, FEA- 
TURING MOTION PICTURES; INTERACTIVE MULTIME- 
DIA SOFTWARE PROGRAMS FOR BUSINESS, EDUCA- 
TION AND ENTERTAINMENT; PRERECORDED AUDIO 
AND VIDEO TAPES, DISCS AND CASSETTES FEATUR- 
ING MOTION PICTURES; MUSICAL PHONOGRAPH 
RECORDS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-0-1994; IN COMMERCE 10-0-1994. 


2,029,139. J. KINGS FOOD SERVICE PROFESSIONALS, 
INC., OAKDALE, NY. SN 74-557,095. PUB. 7-25-1995, 
FILED 8-4-1994. 


Lmx-Kinc 
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FOR COMPUTER SOFTWARE FOR USE BY RESTAUR- 
ANTEURS AND FOOD SERVICE PROFESSIONALS FOR 
MANAGING FOOD COSTS, TRACKING INVENTORY 
AND PLACING ORDERS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-11-1994; IN COMMERCE 8-2-1994. 


2,029,142. FUJITSU PERSONAL SYSTEMS, INC., SANTA 
CLARA, CA. SN 74-560,240. PUB. 6-6-1995, FILED 
8-9-1994. 


STYLISTIC 500 


FOR HANDHELD PEN-BASED COMPUTER (U.S. CLS. 
21, 23, 26, 36 AND 38). 
FIRST USE 11-1-1994; IN COMMERCE 11-1-1994. 


2,029,148. SHAPE INC., BIDDEFORD, ME. SN 74-564,902. 
PUB. 11-7-1995, FILED 8-24-1994. 


COMMLINK 


FOR CONTAINERS FOR COMPUTER ACCESSORIES, 
NAMELY CONTAINERS FOR TELEPHONE LINE (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-24-1994; IN COMMERCE 8-24-1994. 


2,029,149. HASTAS, DEAN J, OLEAN, NY. SN 74-566,641. 
PUB. 6-27-1995, FILED 8-29-1994. 


INVESTRAK ! 


FOR COMPUTER SOFTWARE FOR TRACKING IN- 
VESTMENTS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 7-15-1995; IN COMMERCE 7-15-1995. 


2,029,157. UMPQUA FEATHER MERCHANTS, _INC., 
GLIDE, OR, BY CHANGE OF NAME FROM UFM II, 
INC., DBA UMPQUA FEATHER MERCHANTS, GLIDE, 
OR. SN 74-577,488. PUB. 7-4-1995, FILED 9-23-1994. 


SNUGGERS 


FOR EYEGLASS RETAINING BAND (U.S. CLS. 21, 23, 
26, 36 AND 38). 
FIRST USE 6-23-1995; IN COMMERCE 6-23-1995. 
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2,029,164. INTERSOUND, INC., ROSWELL, GA. SN 
74-588,567. PUB. 7-4-1995, FILED 10-17-1994. 


SO-LO JAM 


FOR PRERECORDED CDS AND TAPES, ALL FEATUR- 
ING MUSIC (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 9-0-1994; IN COMMERCE 9-0-1994. 


2,029,165. MEDIANIX SEMICONDUCTOR, INC., MOUN- 
TAIN VIEW, CA. SN 74-589,375. PUB. 7-4-1995, FILED 
10-24-1994. 


MEDIANIX 


FOR COMPUTER HARDWARE, NAMELY, SEMICON- 
DUCTORS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 7-16-1996; IN COMMERCE 7-16-1996. 


2,029,166. PRIVATE BUSINESS, INC., BRENTWOOD, TN. 
SN 74-589,929. PUB. 12-26-1995, FILED 10-24-1994. 


CASH FLOW MAXIMIZER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CASH FLOW”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER SOFTWARE FOR USE BY FINAN- 
CIAL INSTITUTIONS FOR HANDLING ACCOUNTS RE- 
CEIVABLES (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-0-1994; IN COMMERCE 8-0-1994. 


2,029,173. IGT - NORTH AMERICA, RENO, NV. SN 
74-604,220. PUB. 8-8-1995, FILED 11-25-1994. 


TRIPLE DIAMOND 


FOR GAMING MACHINES, NAMELY, SLOT MA- 
CHINES WITH OR WITHOUT A VIDEO OUTPUT (U.S. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 7-21-1994; IN COMMERCE 2-15-1995. 
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2,029,174. NINGBO GREAT WALL & BUNKASEIKO 
MEASURING TAPE MANUFACTURING CO., LTD., 
ZHEJIANG 315400, CHINA. SN _ 74-605,139. PUB. 
12-26-1995, FILED 12-1-1994. 


THE NON-LATIN CHARACTERS IN THE MARK 
TRANSLITERATE TO “CHANG CHENG”, AND THIS 
MEANS “GREAT WALL” IN ENGLISH. 

FOR METROLOGICAL TOOLS, NAMELY STEEL 
MEASURING TAPE, FIBERGLASS TAPE, AND ALUMI- 
NUM SPIRIT LEVEL (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-0-1985; IN COMMERCE 11-0-1995. 


2,029,177. RAPIDATA SYSTEMS, INC., DURHAM, CT. SN 
74-606,795. PUB. 9-5-1995, FILED 12-5-1994. 


HOPALONG FTP 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FTP”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FOR THE DIGITIZED 
TRANSMISSION OF DATA AND PRINTED MANUALS 
SOLD AS A UNIT THEREWITH (US. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 


2,029,179. PAMPERED CHEF, LTD., THE, ADDISON, IL. 
SN 74-609,229. PUB. 11-14-1995, FILED 12-6-1994. 


PAMPEREDPARTNER 


FOR COMPUTER SOFTWARE FOR USE IN DOCU- 
MENT MANAGEMENT (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 2-1-1995; IN COMMERCE 2-1-1995. 
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2,029,182. W. QUINN ASSOCIATES, INC., RESTON, VA. 
SN 74-613,147. PUB. 9-12-1995, FILED 12-20-1994. 


STORAGEADVISOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STORAGE”, APART FROM THE MARK AS 
SHOWN. 

FOR COMPUTER PROGRAMS FOR USE IN CONJUNC- 
TION WITH A COMPUTER OPERATING SYSTEM AND 
WHICH MANAGE COMPUTER FILES AND STORAGE, 
DEFINE SOFTWARE ENVIRONMENT OPTIONS AND 
REPORT SYSTEM STATUS (USS. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 5-15-1995; IN COMMERCE 5-15-1995. 


2,029,183. QUALITY MICROWAVE INTERCONNECTS, 
INC., WILMINGTON, MA. SN_ 74-613,942. PUB. 
10-24-1995, FILED 12-19-1994. 


Q-FLEX 


FOR COAXIAL, TWINAXIAL, TRIAXIAL AND MICRO- 
WAVE CABLE AND CABLE ASSEMBLIES (U.S. CLS. 21, 
23, 26, 36 AND 38). 

FIRST USE 10-24-1995; IN COMMERCE 10-24-1995. 


2,029,185. WHITAKER CORPORATION, THE, WILMING- 
TON, DE. SN 74-621,113. PUB. 11-7-1995, FILED 
1-11-1995. 


HOMEVIEW 


FOR HOME MANAGEMENT COMPUTER SOFTWARE, 
NAMELY SOFTWARE FOR ACCOUNTING, SOFTWARE 
FOR OPERATING AND CONTROLLING LIGHTS, HEAT- 
ING, AIR CONDITIONING, HOUSEHOLD APPLIANCES, 
ENTERTAINMENT SYSTEMS AND BURGLAR ALARMS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-29-1994; IN COMMERCE 9-29-1994. 


2,029,186. INFONETICS CORPORATION, WESTBORO, 
MA. SN 74-621,547. PUB. 9-5-1995, FILED 1-17-1995. 


? 
ASK em 


FOR COMPUTER SOFTWARE ON DISKS FOR USE IN 
CONDUCTING SURVEYS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 2-9-1995; IN COMMERCE 10-31-1995. 
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2,029,187. ROBERT BOSCH CORPORATION, BROAD- 
VIEW, IL. SN 74-621,849. PUB. 8-29-1995, FILED 
1-13-1995. 


ARUBA 


FOR AUTOMOBILE FM/AM CASSETTE RECEIVERS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 1-6-1995; IN COMMERCE 3-20-1995. 


2,029,190. SPINOZA LIMITED, WEST LOS ANGELES, 
CA. SN 74-623,573. PUB. 9-12-1995, FILED 1-20-1995. 


VBXCHANGE 


FOR COMPUTER SOFTWARE FOR USE IN DEVELOP- 
ING AND CUSTOMIZING COMPUTER SOFTWARE (U.S. 
CLS. 21, 23, 26, 36 AND 38). is 

FIRST USE 1-15-1995; IN COMMERCE 1-29-1995. 


2,029,192. GN NETCOM, EDEN PRAIRIE, MN. SN 
74-626,127. PUB. 9-12-1995, FILED 1-26-1995. 


FOR TELEPHONE HEADSETS AND TELEPHONES 
FOR USE WITH HEADSET (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 3-1-1995; IN COMMERCE 3-1-1995. 


2,029,198. PITNEY BOWES INC., STAMFORD, CT. SN 
74-633,005. PUB. 10-10-1995, FILED 2-13-1995. 


ARRIVAL 


FOR COMPUTER SOFTWARE FOR ROUTING AND 
TRACKING INCOMING MAIL (US. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 3-1-1995; IN COMMERCE 3-1-1995. 
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2,029,199. HUNTINGTON LABORATORIES, INC., HUN- 
TINGTON, IN. SN 74-633,722. PUB. 10-3-1995, FILED 


2-13-1995. 


FOR INTERACTIVE COMPUTER-BASED MULTIME- 
DIA LEARNING SYSTEM MODULE USED TO TRAIN 
AND EDUCATE HEALTH CARE PERSONNEL AND 
HOUSEKEEPING/CUSTODIAL MANAGEMENT AND 
STAFF (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-2-1995; IN COMMERCE 1-2-1995. 


2,029,203. TEMPO RESEARCH CORPORATION, VISTA, 
CA. SN 74-638,201. PUB. 11-7-1995, FILED 2-24-1995. 


TEMPO 7B 


FOR TELEPHONE LINE TESTING INSTRUMENTS, 
NAMELY LONGITUDINAL LINE BALANCE TESTERS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-19-1995; IN COMMERCE 4-19-1995. 


2,029,212. MIMOSA PUBLICATIONS, INC., SAN FRAN- 
CISCO, CA, BY CHANGE OF NAME FROM CARRING- 
BUSH, INC., SAN FRANCISCO, CA. SN 74-642,304. PUB. 
10-31-1995, FILED 3-6-1995. 


CRECIENDO CON 
MATEMATICAS 


THE ENGLISH TRANSLATION OF THE MARK IS 
“GROWING WITH MATHEMATICS”. 

FOR AUDIO TAPES IN THE FIELD OF MATHEMAT- 
ICS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


2,029,214. PENNINE COMPUTER CONSULTING, INC., 
WEBSTER, NY. SN 74-643,906. PUB. 3-5-1996, FILED 
3-9-1995. 


ORGANIZED SPORTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SPORTS”, APART FROM THE MARK AS SHOWN. 

FOR COMPUTER SOFTWARE FEATURING PLAYER 
REGISTRATION, TEAM REGISTRATION, SCHEDULING, 
PLAYING FACILITIES MANAGEMENT, ROSTER MAIN- 
TENANCE, INVENTORY, ASSIGNMENT OF OFFICIALS, 
RESULTS AND STANDINGS REPORT, CAR POOLING, 
VENUES, ACCOUNTING, STATISTICS, AND PLAYER 
EVALUATION IN THE FIELD OF SPORTS MANAGE- 
MENT (USS. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-19-1996; IN COMMERCE 2-19-1996. 
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2,029,215. STERLING SOFTWARE, INC., DALLAS, TX. 
SN 74-644,385. PUB. 10-31-1995, FILED 3-10-1995. 


VISION: LEGACY 


FOR SUITE OF COMPUTER PROGRAMS FOR ASSESS- 
ING THE QUALITY AND MAINTAINABILITY OF APPLI- 
CATIONS BY RESTRUCTURING COMPUTER PRO- 
GRAMS, REDOCUMENTING SYSTEMS AND GRAPHI- 
CALLY REPRESENTING THE FLOW OF SUCH APPLI- 
CATIONS AND PRINTED INSTRUCTIONAL MANUALS, 
THEREFOR, SOLD AS UNIT (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 6-29-1995; IN COMMERCE 6-29-1995. 


2,029,217. TELXON CORPORATION, AKRON, OH. SN 
74-645,219. PUB. 11-14-1995, FILED 3-13-1995. 


SRD 


FOR COMPUTER SOFTWARE FOR SCREEN REFOR- 
MATTING DEVELOPMENT (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 8-1-1996; IN COMMERCE 8-1-1996. 


2,029,218. HOUGHTON MIFFLIN COMPANY, BOSTON, 
MA. SN 74-645,248. PUB. 10-24-1995, FILED 3-10-1995. 


TEACHING IN PROCESS 


FOR (£D-ROM BASED COMPUTER SOFTWARE PRO- 
GRAM WITH ACCOMPANYING DOCUMENTATION DE- 
SIGNED TO HELP NOVICE OR INEXPERIENCED WRIT- 
ING INSTRUCTORS TO IMPROVE TEACHING SKILLS 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 5-7-1996; IN COMMERCE 5-7-1996. 


2,029,222. MARY KAY COSMETICS, INC., DALLAS, TX. 
SN 74-645,940. PUB. 3-12-1996, FILED 3-13-1995. 


MARY KAY 


OWNER OF U.S. REG. NOS. 817,516, 1,842,599, AND 
OTHERS. 

“MARY KAY” IS THE NAME OF A LIVING INDIVID- 
UAL WHOSE CONSENT IS OF RECORD. 

FOR COMPUTER SOFTWARE USED FOR BUSINESS 
APPLICATIONS, NAMELY PRODUCTION AND PLAN- 
NING (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-0-1994; IN COMMERCE 4-0-1995. 
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2,029,223. WILLIAMS SERVICE GROUP, INC., STONE 
MOUNTAIN, GA. SN 74-646,176. PUB. 11-7-1995, FILED 
3-13-1995. 


WILLIAMS INSIGHT 


FOR COMPUTER SOFTWARE PROGRAM THAT 
BUDGETS, ANALYZES AND PRIORITIZES MAINTE- 
NANCE PROJECTS FOR LARGE BUILDING STRUC- 
TURES (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 12-0-1995; IN COMMERCE 12-0-1995. 


2,029,227. SOLID CONCEPTS, INC., VALENCIA, CA. SN 
74-647,410. PUB. 10-31-1995, FILED 3-16-1995. 


SOLIDVIEW 


OWNER OF U.S. REG. NOS. 1,875,664 AND 1,882,611. 

FOR COMPUTER SOFTWARE FOR DISPLAYING AND 
COMMUNICATING THREE DIMENSIONAL OBJECT 
DATA (US. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 


2,029,228. POSITRAN, INC., NORRISTOWN, 
74-647,814. PUB. 11-14-1995, FILED 3-16-1995. 


TORNADO 


FOR TOUCH SCREENS FOR ORDER ENTRY (U.S. CLS. 
21, 23, 26, 36 AND 38). 
FIRST USE 5-0-1995; IN COMMERCE 5-0-1995. 


PA. SN 


2,029,230. THIRD PLANET PUBLISHING, INC., DALLAS, 
TX. SN 74-648,049. PUB. 11-14-1995, FILED 3-17-1995. 


DIGIPHONE 


FOR COMPUTER SOFTWARE FOR ENABLING A 
USER TO CALL OTHER USERS OF THE INTERNET 
WITH FULL DUPLEXING OF VOICE COMMUNICATION 
OVER THE INTERNET (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-15-1995; IN COMMERCE 9-15-1995. 


2,029,232. CASIO KEISANKI KABUSHIKI KAISHA, DBA 
CASIO COMPUTER CO., LTD., SHINJUKU-KU, TOKYO, 
JAPAN. SN _ 74-648,260. PUB. 10-31-1995, FILED 
3-17-1995. 


GEM FORTUNE 


FOR ELECTRONIC CALCULATORS HAVING THE 
FUNCTIONS OF TELEPHONE BOOK, ADDRESS BOOK, 
CALENDAR, SCHEDULE BOOK AND MEMO BOOK FOR 
CHILDREN (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 
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2,029,234. NUMBER NINE VISUAL TECHNOLOGY COR- 
PORATION, LEXINGTON, MA. SN 74-650,609. PUB. 
1-2-1996, FILED 3-23-1995. 


FOR COMPUTER HARDWARE, NAMELY, GRAPHICS 
DISPLAY CARDS, COMPUTER CABLES AND COMPUT- 
ER MONITORS AND ASSOCIATED OPERATING 
SYSTEM COMPUTER PROGRAMS AND MANUALS 
SOLD THEREWITH (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 2-1-1995; IN COMMERCE 2-1-1995. 


2,029,237. KING RECORD KABUSHIKI KAISHA, 
BUNKYO-KU, TOKYO, JAPAN. SN 74-651,118. PUB. 
10-31-1995, FILED 3-24-1995. 


A 


FOR PRE-RECORDED PHONOGRAPH RECORDS, 
COMPACT DISCS, AUDIO CASSETTE TAPES, MUSIC 
TAPES, MINI DISCS, DIGITAL AUDIO TAPES, DIGITAL 
AUDIO COMPACT CASSETTE TAPES, MAGNETIC 
TAPES FOR OR BEARING SOUND RECORDINGS, THE 
AUDIO PRODUCTS ALL FEATURING MUSIC AND 
SOUND EFFECTS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 7-0-1978; IN COMMERCE 4-0-1986. 
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2,029,238. KING RECORD KABUSHIKI KAISHA, 
BUNKYO-KU, TOKYO, JAPAN. SN 74-651,119. PUB. 
11-7-1995, FILED 3-24-1995. 


FOR PRE-RECORDED PHONOGRAPH RECORDS, 
COMPACT DISCS, AUDIO CASSETTE TAPES, MUSIC 
TAPES, MINI DISCS, DIGITAL AUDIO TAPES, DIGITAL 
AUDIO COMPACT CASSETTE TAPES, MAGNETIC 
TAPES FOR OR BEARING SOUND RECORDINGS, THE 
AUDIO PRODUCTS ALL FEATURING MUSIC AND 
SOUND EFFECTS (USS. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-0-1979; IN COMMERCE 4-0-1986. 


2,029,239. AMERICAN INSTITUTE FOR FINANCIAL RE- 
SEARCH, INC., CHAPEL HILL, NC. SN 74-651,696. PUB. 
4-9-1996, FILED 3-27-1995. 


SMART BUSINESS PLAN 


NO CLAIM IS MADE,TO THE EXCLUSIVE RIGHT TO 
USE “SMART BUSINESS”, APART FROM THE MARK AS 
SHOWN. 

FOR BUSINESS APPLICATIONS SOFTWARE, NAMELY 
A FORECASTING PROGRAM, A SCHEDULING PRO- 
GRAM, A DOCUMENT GENERATION PROGRAM, A 
WORD PROCESSING PROGRAM, A FACSIMILE TRANS- 
MISSION PROGRAM, A SPREADSHEET PROGRAM, A 
GRAPH GENERATION PROGRAM, AND A BUSINESS 
AND DEMOGRAPHIC SURVEY AND PROJECTION PRO- 
GRAM (USS. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


2,029,240. AMERICAN INSTITUTE FOR FINANCIAL RE- 
SEARCH, INC., CHAPEL HILL, NC. SN 74-652,132. PUB. 
3-26-1996, FILED 3-27-1995. 


SMART ACCOUNTANT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SMART”, APART FROM THE MARK AS SHOWN. 
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FOR SOFTWARE, NAMELY AN ACCOUNTING PRO- 
GRAM, A FINANCIAL PLANNING TROGRAM, A WORD 
PROCESSING PROGRAM, A SPREADSHEET PROGRAM, 
AND A GRAPH GENERATION PROGRAM (U.S. CLS. 21, 
23, 26, 36 AND 38). 

FIRST USE 8-16-1996; IN COMMERCE 8-16-1996. 


2,029,241. AMERICAN INSTITUTE FOR FINANCIAL RE- 
SEARCH, INC., CHAPEL HILL, NC. SN 74-652,181. PUB. 
3-26-1996, FILED 3-27-1995. 


SMART ATTORNEY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SMART”, APART FROM THE MARK AS SHOWN. 

FOR BUSINESS APPLICATIONS SOFTWARE, NAMELY 
A BUSINESS ENTITY INFORMATION PROGRAM, AN 
ENTITY DOCUMENT GENERATION PROGRAM, A BUSI- 
NESS CORRESPONDENCE PROGRAM, A WORD PROC- 
ESSING PROGRAM, A FACSIMILE TRANSMISSION PRO- 
GRAM, A BUSINESS AND DEMOGRAPHIC SURVEY 
AND PROJECTION PROGRAM (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 10-0-1995; IN COMMERCE 10-0-1995. 


2,029,246. LOCTITE CORPORATION, HARTFORD, CT. 
SN 74-653,393. PUB. 11-21-1995, FILED 3-27-1995. 


ACE 


FOR COMPUTER SOFTWARE FOR USE AS AN INTER- 
ACTIVE COMPUTER AIDED DESIGN (CAD) LIBRARY 
OF TECHNOLOGY AND INFORMATION IN THE FIELD 
OF ADHESIVES; AND COMPUTER SOFTWARE FOR 
USE IN DESIGN FOR MANUFACTURING AND ASSEM- 
BLY (DFMA) ANALYSIS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-22-1996; IN COMMERCE 3-22-1996. 


2,029,252. XEROX CORPORATION, STAMFORD, CT. SN 
74-657,160. PUB. 10-31-1995, FILED 3-17-1995. 


BOOKMARK35 


FOR PHOTOCOPIER (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 5-0-1995; IN COMMERCE 5-0-1995. 


2,029,268. INTUIT INC., MENLO PARK, CA. SN 74-667,828. 
PUB. 1-2-1996, FILED 5-1-1995. 


EXPENSABLE 


FOR COMPUTER SOFTWARE FOR USE IN THE FIELD 
OF PERSONAL AND BUSINESS FINANCE AND AC- 
COUNTING AND USER MANUALS FOR USE THERE- 
WITH ALL SOLD AS A UNIT (U.S. CLS. 21, 23, 26, 36 AND 
38). 

FIRST USE 7-28-1995; IN COMMERCE 7-28-1995. 
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2,029,280. CHUMBLEY, GREGORY R., MIAMI, FL. SN 
74-673,481. PUB. 1-23-1996, FILED 5-12-1995. 


PHOTOSTAMP 


FOR KIOSK OR VENDING MACHINE FOR PURCHAS- 
ING POSTAGE AND/OR PASSPORT PHOTOS (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 6-7-1995; IN COMMERCE 3-18-1996. 


2,029,288. DEVILBISS HEALTH CARE, INC., SOMERSET, 
PA. SN 74-678,059. PUB. 2-27-1996, FILED 5-22-1995. 


SMART TRACK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SMART”, APART FROM THE MARK AS SHOWN. 

FOR ELECTRONIC MODULE WITH MEMORY FOR 
RECEIVING AND STORING OPERATIONAL DATA 
FROM A MEDICAL OXYGEN CONCENTRATOR (US. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 9-7-1995; IN COMMERCE 9-7-1995. 


2,029,292. RESILIENCE CORPORATION, CUPERTINO, 
CA. SN 74-680,871. PUB. 12-26-1995, FILED 5-30-1995. 


RESILIENCE 


FOR COMPUTER HARDWARE, NAMELY HIGH 
AVAILABILITY APPLICATION SERVER (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 3-31-1996; IN COMMERCE 5-31-1996. 


2,029,300. SOLANA TECHNOLOGY DEVELOPMENT 
CORP., CARDIFF, CA. SN 74-687,354. PUB. 2-6-1996, 
FILED 6-12-1995. 


Love-Notes 


FOR ELECTRONIC AUDIO RECORDING AND PLAY- 
BACK DEVICES, NAMELY MINIATURE VOICE MES- 
SAGING DEVICES (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 1-31-1996; IN COMMERCE 1-31-1996. 
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2,029,304. HARCOURT BRACE & COMPANY, ORLANDO, 
FL. SN 74-694,281. PUB. 3-12-1996, FILED 6-27-1995. 


MEDIAACTIVE 


FOR COMPUTER PROGRAMS FOR TEACHING ENG- 
LISH, PUBLIC SPEAKING, COMPOSITION, LITERA- 
TURE, MATHEMATICS, SOCIAL STUDIES, HISTORY, 
SOCIOLOGY, GEOGRAPHY, ECONOMICS, SCIENCE, 
PSYCHOLOGY, ART, MUSIC, BUSINESS, ACCOUNTING, 
MARKETING, FINANCE, SPANISH, FRENCH AND 
GERMAN TO COLLEGE LEVEL STUDENTS (U.S. CLS. 
21, 23, 26, 36 AND 38). 

FIRST USE 6-5-1995; IN COMMERCE 9-22-1995. 


2,029,306. FRONTIER TECHNOLOGIES CORPORATION, 
MEQUON, WI. SN 74-695,301. PUB. 3-5-1996, FILED 
6-29-1995. 


CYBERSEARCH 


FOR COMPUTER SOFTWARE, TO PROVIDE NET- 
WORK CONNECTION BETWEEN COMPUTER SYSTEMS 
AND ON-LINE REFERENCE DATA BASES (U.S. CLS. 21, 
23, 26, 36 AND 38). 

FIRST USE 5-0-1996; IN COMMERCE 5-0-1996. 


2,029,314. BIOCHEM INTERNATIONAL INC., WAUKE- 
SHA, WI. SN 74-699,356. PUB. 3-5-1996, FILED 7-10-1995. 


SEEKER 


FOR EQUIPMENT-LOCATION DEVICES, CONSISTING 
OF HAND-HELD TRANSPONDERS USED TO COMMUNI- 
CATE WITH PRE-PROGRAMMED, TRANSMITTERS/RE- 
CEIVER IDENTIFICATION TAGS ATTACHED TO THE 
EQUIPMENT (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-28-1996; IN COMMERCE 3-28-1996. 


2,029,316. MAGEE ENTERPRISES, INC., NORCROSS, GA. 
SN 74-702,421. PUB. 4-2-1996, FILED 7-12-1995. 


ROSEBUD 


FOR COMPUTER PROGRAMS THAT COLLECT AND 
FORMAT DATA FROM SOFTWARE DATABASES AC- 
CESSED OVER A TELECOMMUNICATIONS NETWORK 
(U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 
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2,029,319. EATON CORPORATION, CLEVELAND, OH. 
SN 74-702,655. PUB. 4-9-1996, FILED 7-13-1995. 


REFUSE ADVISOR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “REFUSE”, APART FROM THE MARK AS SHOWN. 

FOR INTEGRATED COMPUTER HARDWARE AND 
SOFTWARE FOR OBTAINING TRUCK FLEET INFOR- 
MATION (USS. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-1-1995; IN COMMERCE 8-1-1995. 


2,029,329. IGT, RENO, NV. SN 74-710,933. PUB. 5-14-1996, 
FILED 8-4-1995. 


LOUISIANA NICKELS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NICKELS”, APART FROM THE MARK AS SHOWN. 

FOR GAMING MACHINES, NAMELY SLOT MA- 
CHINES WITH OR WITHOUT A VIDEO OUTPUT (US. 
CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-20-1994; IN COMMERCE 8-20-1994. 


2,029,332. UNIQUE PHOTO, INC., ORANGE, NJ. SN 


74-713,053. PUB. 4-16-1996, FILED 8-9-1995. 


FOR CAMERAS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 11-1-1995; IN COMMERCE 11-1-1995. 
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2,029,334. MAXISOFT CORP., RENO, NV. SN 74-713,510. 
PUB. 5-21-1996, FILED 8-10-1995. 


MAXISOFT 


FOR COMPUTER SOFTWARE FOR PRINTING VISUAL 
PRESENTATIONS, NAMELY, SIGNS AND PRINTED 
PATTERNS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 4-16-1996; IN COMMERCE 4-16-1996. 


2,029,343. POWER DEVICES, INC., LAGUNA HILLS, CA. 
SN 74-724,810. PUB. 5-21-1996, FILED 9-5-1995. 


MCM-STRATE 


FOR THERMAL INTERFACES FOR ELECTRONIC CIR- 
CUITS (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 7-28-1995; IN COMMERCE 7-28-1995. 


2,029,352. FUJITSU GENERAL LIMITED, KANAGAWA- 
KEN, JAPAN. SN 75-975,401. PUB. 8-29-1995, FILED 
3-23-1994. 


Plasmavision 


FOR MONITORS, NAMELY COMPUTER MONITORS 
AND ELECTRONIC MONITORS FOR DISPLAYING IN- 
FORMATION FROM ELECTRONIC AND ELECTRIC AP- 
PARATUS; DISPLAYS FOR VIDEO TAPE RECORDERS, 
DISC PLAYERS, VIDEO CAMERAS AND OTHER ELEC- 
TRONIC AND ELECTRIC APPARATUS (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 7-0-1995; IN COMMERCE 7-0-1995. 


CLASS 10—MEDICAL APPARATUS 


2,029,141. SIEMENS MEDICAL SYSTEMS, INC., ISELIN, 
NJ. SN 74-559,479. PUB. 12-12-1995, FILED 8-11-1994. 


SIMVIEW 


FOR MEDICAL DEVICES, NAMELY, SIMULATORS 
USED TO PLAN COURSES OF RADIATION THERAPY 
(U.S. CLS. 26, 39 AND 44). 

FIRST USE 10-23-1994; IN COMMERCE 10-23-1994. 
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2,029,206. AIR TECHNIQUES, INC., HICKSVILLE, NY. SN 
74-639,835. PUB. 3-5-1996, FILED 2-27-1995. 


VISTANET 


FOR ELECTRICAL ACCESSORY COMPONENTS FOR 
USE WITH AN INTRAORAL VIDEO CAMERA, NAMELY 
WALL PANELS, INTERFACE CONTROL UNITS, DISTRI- 
BUTION AMPLIFIERS, VIDEO DISK RECORDER FOOT 
SWITCH INTERFACE, SPECIAL WIRING, AND VIDEO 
CAPTURE BOARDS (U.S. CLS. 26, 39 AND 44). 

FIRST USE 5-17-1995; IN COMMERCE 5-17-1995. 


2,029,233. TRAC MEDICAL, INC., RALEIGH, NC. SN 
74-649,053. PUB. 1-9-1996, FILED 3-20-1995. 


PHYSIOTRAC 


FOR PRESSURE TRANSDUCER FOR MEASURING 
THE CENTRAL VENOUS BLOOD PRESSURE IN PA- 
TIENTS (U.S. CLS. 26, 39 AND 44). 

FIRST USE 1-0-1996; IN COMMERCE 1-0-1996. 


2,029,249. SHERWOOD MEDICAL COMPANY, ST. LOUIS, 
MO. SN 74-653,692. PUB. 11-7-1995, FILED 3-17-1995. 


ENTRIFLUSH 


OWNER OF U.S. REG. NO. 1,179,982. 

FOR ENTERAL FEEDING PUMPS (U.S. CLS. 26, 39 
AND 44). 

FIRST USE 1-9-1996; IN COMMERCE 1-9-1996. 


2,029,267. SPAN-AMERICA MEDICAL SYSTEMS, INC., 
GREENVILLE, SC. SN 74-667,498. PUB. 12-26-1995, 
FILED 4-28-1995. 


CUSTOM CARE 


OWNER OF U.S. REG. NOS. 1,516,415, 1,551,862, AND 
1,863,240. 

FOR THERAPEUTIC FOAM AND AIR MATTRESSES 
FOR MEDICAL PURPOSES AND STRUCTURAL AND 
REPLACEMENT PARTS THEREFORE, NAMELY FOAM 
MATTRESS OVERLAYS AND DEVICES FOR INFLAT- 
ING AND MONITORING AIR PRESSURE COMPONENTS 
OF MATTRESS (U.S. CLS. 26, 39 AND 44). 

FIRST USE 7-18-1995; IN COMMERCE 7-18-1995. 


2,029,269. MEDTRONIC, INC., MINNEAPOLIS, MN. SN 
74-668,203. PUB. 12-5-1995, FILED 4-28-1995. 


MICRO JEWEL 


FOR MEDICAL DEVICES FOR USE IN THE CONTROL 
OF TACHYARRHYTHMIA (U.S. CLS. 26, 39 AND 44). 
FIRST USE 8-1-1996; IN COMMERCE 8-1-1996. 
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2,029,305. CARDIAC PATHWAYS CORPORATION, 
SUNNYVALE, CA. SN 74-695,204. PUB. 3-5-1996, FILED 
6-29-1995. 


RADII-T 


FOR STEERABLE CATHETER WITH ADJUSTABLE 
BEND FOR ENDOCARDIAL MAPPING AND ABLATION 
(U.S. CLS. 26, 39 AND 44). 

FIRST USE 12-22-1994; IN COMMERCE 12-22-1994. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


2,029,068. ONTARIO 434776 LIMITED, MARKHAM, ON- 
TARIO L6C 1P2, CANADA. SN 74-383,723. PUB. 2-1-1994, 
FILED 4-28-1993. 


INNEX 


FOR HEAT EXCHANGERS (USS. CLS. 13, 21, 23, 31 AND 
34). 
FIRST USE 2-19-1996; IN COMMERCE 2-19-1996. 


2,029,201. REGENT INTERNATIONAL, INC., CARY, IL. 
SN 74-635,906. PUB. 10-17-1995, FILED 2-17-1995. 


AUFOND 


THE ENGLISH TRANSLATION OF THE MARK IS “IN 
THE MAIN”. 

FOR SHOWERHEADS (USS. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 1-0-1995; IN COMMERCE 8-3-1995. 


2,029,250. DURACRAFT CORPORATION, WHITINS- 
VILLE, MA. SN 74-655,654. PUB. 11-7-1995, FILED 
4-3-1995. 


INVISIBLE 


FOR PORTABLE ELECTRIC FANS (U.S. CLS. 13, 21, 23, 
31 AND 34). 
FIRST USE 12-13-1995; IN COMMERCE 12-13-1995. 
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2,029,259. JANET G., INC., PACIFIC PALISADES, CA. SN 
74-662, 180. PUB. 11-14-1995, FILED 4-17-1995. 2,029,072. TWENTIETH CENTURY FOX FILM CORPORA- 


TION, LOS ANGELES, CA. SN 74-413,185. PUB. 
3-21-1995, FILED 7-14-1993. 
JANET G. 


FOR LIGHTING FIXTURES, NAMELY LAMPS AND 
LAMP SHADES (U.S. CLS. 13, 21, 23, 31 AND 34). 
FIRST USE 5-1-1995; IN COMMERCE 5-1-1995. 


CLASS 14—JEWELRY 


2,029,220. KIESELSTEIN-CORD, BARRY, NEW YORK, 
NY. SN 74-645,521. PUB. 10-31-1995, FILED 3-13-1995. 


FOR TRADING CARDS; POSTERS; TABLE COVERS 

AND NAPKINS MADE OF PAPER; PARTY HATS AND 

PARTY FAVORS MADE OF PAPER; GREETING CARDS; 

hy WRAPPING PAPER; COLORING BOOKS, CHILDREN’S 
BOOKS, GAME BOOKS, COMIC BOOKS; AND SHORT 


X BKC us a STORY BOOKS IN A SERIES (U.S. CLS. 2, 5, 22, 23, 29, 37, 
- 38 AND 50). 
s FIRST USE 10-12-1994; IN COMMERCE 10-12-1994. 


FOR ARTICLES MADE WHOLLY OR IN PART OF 
PRECIOUS METALS, NAMELY, BELT BUCKLES (US. 


CLS. 2, 27, 28 AND 50). 
ay. 2,029,084. KIRKLAND’S, INC., JACKSON, TN. SN 
a ee 14-473,778. PUB. 2-14-1995, FILED 12-22-1993. 


2,029,278. QUICK POINT, INC., FENTON, MO. SN 
74-673,030. PUB. 1-9-1996, FILED 5-12-1995. 


Cedar (Greek 
COFFEE TIME See 


FOR CLOCKS (U.S. CLS. 2, 27, 28 AND 50). 
FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 


SHOWN. 


FOR ART PICTURES AND FRAMED ART (U.S. CLS. 2, 
2,029,299. SHIVANI GEMS, INC., NEW YORK, NY. SN 5, 22, 23, 29, 37, 38 AND 50). 


74-685,892. PUB. 1-30-1996, FILED 6-8-1995. FIRST USE 6-20-1994; IN COMMERCE 6-20-1994. 


SMS 


FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 

FIRST USE 8-12-1996; IN COMMERCE 8-12-1996. 2,029,169. PAINEWEBBER INCORPORATED, NEW 
YORK, NY. SN 74-592,162. PUB. 10-3-1995, FILED 
10-28-1994. 


2,029,342. ERWIN PEARL, INC., WARWICK, RI. SN 


74-724,588. PUB. 4-30-1996, FILED 9-5-1995. WISE CHOICES 
INKLINGS 


FOR PUBLICATIONS, NAMELY, A NEWSLETTER RE- 
GARDING RETIREMENT SAVINGS PLANS (U.S. CLS. 2, 
FOR JEWELRY (U.S. CLS. 2, 27, 28 AND 50). 5, 22, 23, 29, 37, 38 AND 50). 
FIRST USE 8-19-1996; IN COMMERCE 8-19-1996. FIRST USE 10-0-1992; IN COMMERCE 10-0-1992. 
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2,029,191. MARCAL PAPER MILLS, INC., ELMWOOD 
PARK, NJ. SN 74-624,262. PUB. 10-3-1995, FILED 
1-23-1995. 


TIP’N STAY 


FOR PAPER PLACE MATS (U.S. CLS. 2, 5, 22, 23, 29, 37, 
38 AND 50). 
FIRST USE 7-8-1996; IN COMMERCE 7-8-1996. 


2,029,210. TIMES MIRROR MAGAZINES, INC., NEW 
YORK, NY. SN 74-641,883. PUB. 11-7-1995, FILED 
3-3-1995. 


SNOWBOARD LIFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SNOWBOARD”, APART FROM THE MARK AS 
SHOWN. 

FOR PERIODICAL PUBLICATION, NAMELY, MAGA- 
ZINE DEALING WITH SPORTS (US. CLS. 2, 5, 22, 23, 29, 
37, 38 AND 50). 

FIRST USE 2-29-1996; IN COMMERCE 2-29-1996. 


2,029,270. BANC ONE CORPORATION, COLUMBUS, OH. 
SN 74-668,236. PUB. 3-19-1996, FILED 4-28-1995. 


THE ONE FINANCIAL 
RESOURCE 


OWNER OF U.S. REG. NOS. 1,120,175, 1,812,388, AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FINANCIAL” OR “RESOURCE”, APART FROM 
THE MARK AS SHOWN. 

FOR PRINTED MATTER, NAMELY A PERIODICAL 
NEWSLETTER IN THE FIELD OF FINANCIAL AND 
BANKING INFORMATION (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 5-31-1995; IN COMMERCE 5-31-1995. 


2,029,333. INTERNATIONAL SPORTS MARKETING, 
INC., PITTSBURGH, PA, BY CHANGE OF NAME FROM 
HAWTHORNE SPORTS MARKETING, INC., PITTS- 
BURGH, PA. SN 74-713,352. PUB. 4-30-1996, FILED 
8-9-1995. 


LEGENDS AUTOGRAPH 
COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AUTOGRAPH COLLECTION”, APART FROM THE 
MARK AS SHOWN. 

FOR TRADING CARDS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 
AND 50). 

FIRST USE 12-0-1995; IN COMMERCE 12-0-1995. 
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2,029,336. PINNACLE BRANDS, INC., GRAND PRAIRIE, 
TX. SN 74-714,420. PUB. 4-2-1996, FILED 8-11-1995. 


RACER’S CHOICE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RACER’S”, APART FROM THE MARK AS SHOWN. 

FOR SPORTS PLAYER TRADING CARDS (USS. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 2-29-1996; IN COMMERCE 2-29-1996. 


2,029,346. DA HUI, INC., KAILUA, HI. SN 74-801,577. PUB. 
11-1-1994, FILED 5-19-1993. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NORTH SHORE, O’AHU”, APART FROM THE 
MARK AS SHOWN. 

THE WORDS “HUI O HE’E NALU” ARE HAWAIIAN 
AND MEAN “ASSOCIATION OF WAVE RIDERS” OR ITS 
EQUIVALENT. “OAHU” IS THE NAME OF ONE OF THE 
ISLANDS THAT MAKE UP THE HAWAIIAN ISLAND 
CHAIN. 

FOR DECALS, BUMPER STICKERS AND ADHESIVE 
LABELS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 5-0-1993; IN COMMERCE 6-0-1994. 


2,029,349. LEE ENTERPRISES, INCORPORATED, DAV- 
ENPORT, IA. SN 75-010,771. PUB. 6-4-1996, FILED 
10-26-1995. 


WHEELS FOR YOU 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WHEELS”, APART FROM THE MARK AS SHOWN. 

FOR PERIODIC PUBLICATIONS IN MAGAZINE OR 
NEWSPAPER FORMAT LISTING VEHICLES AND VE- 
HICULAR ACCESSORIES TO BUY, SELL OR TRADE 
WS. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 2-1-1996; IN COMMERCE 2-1-1996. 
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2,029,350. RAND MCNALLY & COMPANY, SKOKIE, IL. 
SN 75-975,173. PUB. 7-25-1995, FILED 11-14-1994. 


GEOTRIVIA 


FOR SERIES OF CHILDREN’S BOOKS (US. CLS. 2, 5, 
22, 23, 29, 37, 38 AND 50). 
FIRST USE 4-7-1995; IN COMMERCE 4-7-1995. 


CLASS 17—RUBBER GOODS 


2,029,090. H.B. FULLER LICENSING & FINANCING INC., 
ARDEN HILLS, MN. SN 74-484,974. PUB. 6-20-1995, 
FILED 1-31-1994. 


PURFORM 


FOR TWO-PART SILICONE OR URETHANE REAC- 
TIVE LIQUID, THAT, WHEN COMBINED, CREATES A 
PLIABLE FOAM FOR USE IN THE MANUFACTURE OF 
NONMETAL SEALS, NAMELY THE MANUFACTURE OF 
NONMETAL GASKETS FOR SEALING OF AUTOMO- 
BILE FLUIDS, NONMETAL SEALS FOR APPLIANCE 
DOORS, AND NONMETAL SEALS FOR ELECTRICAL 
HOUSINGS (USS. CLS. 1, 5, 12, 13, 35 AND 50). 

FIRST USE 11-17-1993; INCOMMERCE 11-17-1993. 


2,029,308. HUNT HOLDINGS, INC., WILMINGTON, DE. 
SN 74-696,081. PUB. 3-5-1996, FILED 7-3-1995. 


ARMORCORE 


FOR PVC BOARD FOR MAKING SIGNS, EXHIBITS, 
AND DISPLAYS (U.S. CLS. 1, 5, 12, 13, 35 AND 50). 
FIRST USE 9-2-1995; IN COMMERCE 9-2-1995. 


CLASS 18—LEATHER GOODS 


2,029,283. HERNANDEZ-DIAZ, LEONOR, 28925 ALCOR- 
CON, MADRID, SPAIN. SN 74-675,919. PUB. 12-12-1995, 
FILED 5-17-1995. 


wente, 
-_ 


OWNER OF SPAIN REG. NO. 1728011, DATED 3-8-1993, 
EXPIRES 3-8-2003. 
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FOR LEATHER AND LEATHER IMITATIONS SOLD IN 
BULK, ANIMAL SKINS, TRAVELLING TRUNKS, SUIT- 
CASES, UMBRELLAS, PARASOLS, WALKING STICKS 
AND SADDLES (U.S. CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 11-2-1992; IN COMMERCE 7-25-1996. 


2,029,291. M.B.G. ENTERPRISES, INC., NEW YORK, NY. 
SN 74-680,762. PUB. 12-19-1995, FILED 5-26-1995. 


FEMME-PAC 


FOR TOILETRY CASES SOLD EMPTY FOR CARRY- 
ING TAMPONS AND/OR SANITARY NAPKINS (U.S. CLS. 
1, 2, 3, 22 AND 41). 

FIRST USE 5-6-1996; IN COMMERCE 5-6-1996. 


2,029,303. UNITED STATES LUGGAGE COMPANY L.-P., 
HAUPPAUGE, NY. SN 74-692,755. PUB. 12-26-1995, 
FILED 6-23-1995. 


BUSINESS-PRO 


FOR ATTACHE CASES ON WHEELS (U.S. CLS. 1, 2, 3, 
22 AND 41). 
FIRST USE 2-0-1995; IN COMMERCE 2-0-1995. 


2,029,310. SMITH, JUDY, MIDDLEBURG, VA. SN 
74-696,500. PUB. 1-23-1996, FILED 6-23-1995. 


PET LD. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PET”, APART FROM THE MARK AS SHOWN. 

FOR PET LUGGAGE (US. CLS. 1, 2, 3, 22 AND 41). 

FIRST USE 10-13-1995; IN COMMERCE 2-18-1996. 


2,029,347. HOLIDAY FAIR, INC., NEW YORK, NY. SN 
74-802,811. PUB. 8-4-1992, FILED 4-8-1991. 


SINBARI 


FOR HANDBAGS (U.S. CLS. 1, 2, 3, 22 AND 41). 
FIRST USE 12-23-1994; IN COMMERCE 12-23-1994. 
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CLASS 19—NON-METALLIC BUILDING 
MATERIALS 


2,029,083. GRIDCORE SYSTEMS INTERNATIONAL, INC., 
LONG BEACH, CA, ASSIGNEE OF NOBLE FRANKLIN 
CORPORATION, CARLSBAD, CA. SN 74-461,457. PUB. 
3-14-1995, FILED 11-12-1993. 


GRIDBOARD 


FOR EXTRUDED PLASTIC AND COMPRESSED CEL- 
LULOSE FIBER IN THE FORM OF BOARDS, SHEETS, 
PLANKS, PANELS, POSTS, PULP, SHAVINGS, SIDING, 
AND TRIM USED AS A SUBSTITUTE FOR WOOD, PLY- 
WOOD, CARDBOARD AND OTHER BUILDING MATERI- 
ALS (US. CLS. 1, 12, 33 AND 50). 

FIRST USE 4-0-1993; IN COMMERCE 4-0-1993. 


2,029,134. MASONITE CORPORATION, CHICAGO, IL. SN 
74-551,303. PUB. 11-7-1995, FILED 7-20-1994. 


CRAFTMASTER NATURAL 


OWNER OF U.S. REG. NO. 1,764,508. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NATURAL”, APART FROM THE MARK AS 
SHOWN. 

FOR NON-METAL BUILDING MATERIALS, NAMELY, 
MOLDED DOOR FACINGS AND DOORSKINS (U.S. CLS. 
1, 12, 33 AND 50). 

FIRST USE 11-0-1994; IN COMMERCE 11-0-1994. 


2,029,158. ANTIQUARIAN FOSSILS, INC., MONMOUTH, 
OR. SN 74-578,271. PUB. 11-28-1995, FILED 9-26-1994. 


ANTIQUARIAN FOSSILS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FOSSILS”, APART FROM THE MARK AS SHOWN. 
FOR NONMETAL CASTINGS IN THE FORM OF 
ANIMAL SKELETAL PARTS (US. CLS. 1, 12, 33 AND 50). 
FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


2,029,124. PACIFIC ELECTRICORD COMPANY, GARDE- 
NA, CA. SN 74-533,804. PUB. 11-14-1995, FILED 6-6-1994. 


BEAM MATE 


FOR POINT OF PURCHASE STORE DISPLAYS CON- 
SISTING OF PLASTIC OR METAL STRIPPING (U.S. CLS. 
2, 13, 22, 25, 32 AND 50). 

FIRST USE 5-1-1996; IN COMMERCE 5-1-1996. 
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2,029,133. AMERICAN MOULDING & MILLWORK COM- 
PANY, STOCKTON, CA. SN 74-550,366. PUB. 1-2-1996, 
FILED 7-18-1994. 


COUNTRY NATURALS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUNTRY”, APART FROM THE MARK AS 
SHOWN. 

FOR FURNITURE (U.S. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 12-0-1994; IN COMMERCE 12-0-1994. 


2,029,175. SHEWARD & SON & SONS, NEWPORT BEACH, 
CA. SN 74-605,534. PUB. 10-24-1995, FILED 11-25-1994. 


SOLAR VERTICAL SYSTEM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VERTICAL SYSTEM”, APART FROM THE MARK 
AS SHOWN. 

FOR WOVEN VINYL COATED POLYESTER WINDOW 
BLINDS; WINDOW BLINDS MADE OF PERFORATED 
PLASTIC STRIPS WITH AN ATTACHED MECHANISM 
FOR OPENING AND CLOSING THE PLASTIC STRIPS 
(U.S. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 5-17-1995; IN COMMERCE 5-17-1995. 


2,029,197. TAPCO INTERNATIONAL CORPORATION, 
PLYMOUTH, MI. SN 74-631,833. PUB. 9-26-1995, FILED 
2-9-1995. 


E-Z ANGLE 


FOR SAW TABLES (USS. CLS. 2, 13, 22, 25, 32 AND 50). 
FIRST USE 11-8-1994; IN COMMERCE 2-14-1995. 


2,029,254. UNITED CHAIR COMPANY, INC., LEEDS, AL. 
SN 74-661,317. PUB. 11-21-1995, FILED 4-14-1995. 


BOHEME 


FOR CHAIRS, NAMELY, OFFICE CHAIRS (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). 
FIRST USE 8-0-1996; IN COMMERCE 8-0-1996. 


2,029,260. TRIENDA CORPORATION, PORTAGE, WI. SN 
74-662,846. PUB. 1-16-1996, FILED 4-19-1995. 


EVER-LOK 


FOR PLASTIC LOCKING DEVICES FOR USE IN CON- 
NECTION WITH PALLETS (U.S. CLS. 2, 13, 22, 25, 32 AND 
50). 
FIRST USE 6-5-1995; IN COMMERCE 6-5-1995. 
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2,029,296. COE, DAVID H., TRUMBULL, CT. SN 
74-682,231. PUB. 1-16-1996, FILED 5-30-1995. 


COE-CRAFT 


FOR WOODEN FURNITURE (USS. CLS. 2, 13, 22, 25, 32 
AND 50). 
FIRST USE 6-17-1995; IN COMMERCE 9-15-1995. 


2,029,307. BEMCO ASSOCIATES, INC., DES PLAINES, IL. 
SN 74-695,973. PUB. 2-27-1996, FILED 6-30-1995. 


SLEEP LIKE A CHAMPION 


FOR MATTRESSES AND BOX SPRINGS (US. CLS. 2, 13, 
22, 25, 32 AND 50). 
FIRST USE 4-0-1990; IN COMMERCE 4-0-1990. 


2,029,345. SUMTER CABINET COMPANY, INC., SUMTER, 
SC. SN 74-734,501. PUB. 6-18-1996, FILED 9-26-1995. 


MILL HOUSE COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

FOR FURNITURE, NAMELY BEDROOM, DINING AND 
OCCASIONAL, ENTERTAINMENT CENTERS AND 
WALL UNITS (US. CLS. 2, 13, 22, 25, 32 AND 50). 

FIRST USE 9-0-1995; IN COMMERCE 9-0-1995. 


CLASS 21—HOUSEWARES AND GLASS 


KENT & SPIEGEL DIRECT, INC., CULVER 
PUB. 7-4-1995, FILED 


2,029,151. 
CITY, CA. SN _ 74-567,385. 
8-29-1994. 


MICROBUDDY 


FOR MICROWAVE COOKWARE, NAMELY STEAMERS 
AND FREEZER TO MICROWAVE CONTAINERS (U.S. 
CLS. 2, 13, 23, 29, 30, 33, 40 AND 50). 

FIRST USE 8-8-1994; IN COMMERCE 8-8-1994. 


2,029,154. PPG INDUSTRIES, INC., PITTSBURGH, PA. SN 
74-576,747. PUB. 7-4-1995, FILED 9-22-1994. 


MATVANTAGE 


FOR GLASS FIBER REINFORCEMENT (U.S. CLS. 2, 13, 
23, 29, 30, 33, 40 AND 50). 
FIRST USE 10-27-1994; IN COMMERCE 10-27-1994. 
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2,029,188. WINKLER FORMING, INC., SANTA FE 
SPRINGS, CA. SN 74-622,213. PUB. 9-12-1995, FILED 
1-17-1995. 


ECOBOWLS 


FOR PLASTIC CONTAINERS FOR FOODS (US. CLS. 2, 
13, 23, 29, 30, 33, 40 AND 50). 
FIRST USE 5-31-1995; IN COMMERCE 6-9-1995. 


2,029,245. NICHE MARKETING, INC., GREENSBORO, 
NC. SN 74-653,279. PUB. 10-31-1995, FILED 3-29-1995. 


LAVA JAVA 


FOR BEVERAGEWARE (U.S. CLS. 2, 13, 23, 29, 30, 33, 40 
AND 50). 
FIRST USE 5-24-1996; IN COMMERCE 5-24-1996. 


2,029,272. WESTONE PRODUCTS LIMITED, LONDON 
NW3 6AL, ENGLAND. SN 74-669,158. PUB. 12-19-1995, 
FILED 5-2-1995. 


PERIOPROX 


FOR TOOTHBRUSHES, INTERDENTAL BRUSHES, 
AND HOLDERS FOR BRUSHES (US. CLS. 2, 13, 23, 29, 30, 
33, 40 AND 50). 

FIRST USE 5-0-1995; IN COMMERCE 5-0-1995. 


CLASS 25—CLOTHING 


2,029,074. EDDIE HAGGAR LIMITED, INC., DALLAS, 
TX. SN 74-425,979. PUB. 12-6-1994, FILED 8-18-1993. 


EHL NO-WRINKLE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NO-WRINKLE”, APART FROM THE MARK AS 
SHOWN. 

FOR WOMEN’S CLOTHING; NAMELY, PANTS, TOPS, 
JACKETS, SKIRTS AND SHORTS (U.S. CLS. 22 AND 39). 

FIRST USE 6-0-1995; IN COMMERCE 11-0-1995. 


2,029,075. SEGAL, TILLMAN IL, IRVINE, CA. SN 
74-441,421. PUB. 1-31-1995, FILED 9-29-1993. 


BFD BIG FAT DADDY 


OWNER OF U.S. REG. NO. 1,918,875. 

FOR CLOTHING, NAMELY, SHIRTS, PANTS, SHORTS, 
T-SHIRTS, SWEAT SUITS, SWIMWEAR, UNDERWEAR, 
JACKETS, HATS (U.S. CLS. 22 AND 339). 

FIRST USE 12-0-1993; IN COMMERCE 12-0-1993. 
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2,029,076. BUGLE BOY INDUSTRIES, INC., SIMI 
VALLEY, CA. SN 74-446,096. PUB. 10-25-1994, FILED 
10-12-1993. 


BUGLETTES 


FOR CLOTHING; NAMELY, INFANTS, TODDLERS, 
GIRLS AND JUNIORS PANTS, SHORTS, JEANS, SHIRTS, 
BLOUSES, T-SHIRTS, SWEATSHIRTS, SWEATPANTS, 
SWEATERS, VESTS, JACKETS, BLOUSES, DRESSES, 
BLAZERS, COATS AND ROMPERS (U.S. CLS. 22 AND 339). 

FIRST USE 4-22-1996; IN COMMERCE 4-22-1996. 


2,029,096. TEXAS PROFESSIONAL BASEBALL, INC., AB- 
ILENE, TX. SN 74-491,553. PUB. 11-22-1994, FILED 
2-16-1994. 


FOR MEN’S, WOMEN’S AND CHILDREN’S SPORTS- 
WEAR CLOTHING; NAMELY, SLACKS, SHIRTS, JACK- 
ETS, T-SHIRTS, SCARVES, SOCKS AND HOSIERY, 
FOOTWEAR, HATS AND CAPS, SWEATSHIRTS, SWEAT- 
PANTS, SWIMSUITS, GYM SHORTS AND WARM-UP 
SUITS (U.S. CLS. 22 AND 39). 

FIRST USE 1-1-1994; IN COMMERCE 1-1-1994. 


2,029,099. SARA LEE CORPORATION, WINSTON- 
SALEM, NC. SN 74-496,421. PUB. 6-13-1995, FILED 
3-3-1994. 


BEAUTIFUL SHAPES 


FOR BRASSIERES AND PANTIES (U.S. CLS. 22 AND 
39). 
FIRST USE 12-31-1995; IN COMMERCE 12-31-1995. 
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2,029,108. MISSION CONTROL, CHICAGO, 
74-512,407. PUB. 11-29-1994, FILED 4-14-1994. 


IL. SN 


SUB ISSUE 


FOR T-SHIRTS, SHIRTS, HATS, CAPS, JACKETS, POLO 
SHIRTS, SHORTS, SPORT SHIRTS, TIES AND SWEAT- 
SHIRTS (U.S. CLS. 22 AND 339). 

FIRST USE 5-0-1994; IN COMMERCE 5-0-1994. 


2,029,109. HANG LOOSE INDUSTRIA E COMMERCIO 
LTDA, SAO PAULO 01127-000, BRAZIL. SN 74-512,465. 
PUB. 6-13-1995, FILED 4-14-1994. 


SCP, 


FOR CLOTHING, NAMELY T-SHIRTS, JACKETS, 
SHIRTS, SOCKS, TROUSERS, AND KEPIS (U.S. CLS. 22 
AND 39). 

FIRST USE 8-14-1984; IN COMMERCE 7-19-1996. 


2,029,136. COLLOKY LTDA., SANTIAGO, CHILE. SN 
74-554,195. PUB. 10-24-1995, FILED 7-27-1994. 


COLLOKY 


FOR MEN’S, WOMEN’S AND CHILDREN’S WEARING 
APPAREL, NAMELY COATS, JACKETS, RAINWEAR, 
BLOUSES, DRESSES, SKIRTS, JEANS, JUMPSUITS, 
SUITS, SHIRTS, SWEATERS, SHORTS, T-SHIRTS, 
SLACKS, SOCKS, APRONS AND SMOCKS, SWIMWEAR, 
UNDERWEAR AND LINGERIE, HEADWEAR, BELTS, 
GLOVES AND MITTENS, AND BOOTS AND SHOES (US. 
CLS. 22 AND 39). 

FIRST USE 9-0-1975; IN COMMERCE 10-0-1994. 
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2,029,138. SYSTEMS AFFILIATES, LTD., CHICAGO, IL. 
SN 74-556,741. PUB. 6-20-1995, FILED 8-3-1994. 
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FOR SPORTSWEAR, NAMELY JACKETS, SPORTS UNI- 
FORMS, TEE SHIRTS, CAPS AND SOCKS (U.S. CLS. 22 
AND 39). 

FIRST USE 8-2-1994; IN COMMERCE 9-6-1994. 


2,029,143. CANADELLE, INC., MONTREAL, QUEBEC, 
CANADA. SN_ 74-562,389. PUB. 7-4-1995, FILED 
8-18-1994. 


WONDERBODY 


FOR BRAS, PANTIES, GIRDLES, FOUNDATION GAR- 
MENTS, BODYSUITS (U.S. CLS. 22 AND 39). 
FIRST USE 4-15-1996; IN COMMERCE 4-15-1996. 


2,029,150. DUALSTAR ENTERTAINMENT GROUP, INC., 
NEW YORK, NY. SN 74-566,687. PUB. 11-14-1995, FILED 
8-29-1994. 


MARY-KATE & ASHLEY’S 
FUN CLUB 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CLUB”, APART FROM THE MARK AS SHOWN. 

THE NAMES “MARY-KATE & ASHLEY” REPRESENT 
LIVING INDIVIDUALS WHOSE CONSENT IS OF 
RECORD. 

FOR CLOTHING, NAMELY T-SHIRTS, SLEEPERS AND 
HATS (U.S. CLS. 22 AND 39). 

FIRST USE 10-1-1993; IN COMMERCE 10-1-1993. 


U.S. PATENT AND TRADEMARK OFFICE 
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2,029,162. MARTENSEN, KIRK, CHICAGO, IL. SN 
74-584,349. PUB. 7-4-1995, FILED 10-11-1994. 


HANDKIND 


FOR CLOTHING, NAMELY TOPS, BOTTOMS, T- 
SHIRTS, SWEATSHIRTS, SWEATERS, JACKETS, 
SHORTS, SWEATPANTS, GLOVES, HATS, VISORS AND 
HOSIERY (U.S. CLS. 22 AND 39). 

FIRST USE 8-1-1996; IN COMMERCE 8-1-1996. 


2,029,235. RONICK, THEODORE M., NEW YORK, NY. SN 
74-651,015. PUB. 10-31-1995, FILED 3-24-1995. 


TED THE BEAR 


FOR MEN’S SPORTSHIRTS, AND SUSPENDERS, BOY’S 
NECKTIES, SWEATSHIRTS, SPORTSHIRTS, T-SHIRTS, 
UNDERWEAR AND PAJAMAS, WOMEN’S SWEAT- 
SHIRTS, T-SHIRTS, SPORTSHIRTS, UNDERWEAR AND 
PAJAMAS AND SCARVES (U.S. CLS. 22 AND 39). 

FIRST USE 2-1-1996; IN COMMERCE 2-1-1996. 


2,029,264. DECKERS OUTDOOR CORPORATION, CAR- 
PINTERIA, CA. SN 74-665,463. PUB. 12-19-1995, FILED 
4-25-1995. 


WET CLIMBER 


FOR FOOTWEAR, NAMELY SHOES (U.S. CLS. 22 AND 
39). 
FIRST USE 1-17-1996; IN COMMERCE 1-17-1996. 


2,029,322. COVEE CORPORATION, RANCHO DOMIN- 
GUEZ, CA. SN 74-703,563. PUB. 3-12-1996, FILED 
7-20-1995. 


phe 


COVEE 


FOR CAPS (U.S. CLS. 22 AND 39). 
FIRST USE 6-15-1996; IN COMMERCE 6-15-1996. 
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2,029,323. COVEE CORPORATION, RANCHO DOMIN- 
GUEZ, CA. SN 74-703,571. PUB. 3-12-1996, FILED 
7-20-1995. 


FOR CAPS (U.S. CLS. 22 AND 39). 
FIRST USE 6-15-1996; IN COMMERCE 6-15-1996. 


2,029,327. SKECHERS USA. INC. MANHATTAN 
BEACH, CA. SN 74-708,352. PUB. 2-20-1996, FILED 
6-30-1995. 


CLEAR GRIP 


FOR FOOTWEAR (US. CLS. 22 AND 39). 
FIRST USE 10-3-1995; IN COMMERCE 10-3-1995. 


2,029,348. WHODUNIT DESIGN, INC., HONOLULU, HI. 
SN 74-802,835. PUB. 6-7-1994, FILED 10-14-1993. 


OPRIH/ 


FOR T-SHIRTS, SWEATSHIRTS, HEAD WEAR, AND 
SHORTS (U.S. CLS. 22 AND 339). 
FIRST USE 6-30-1994; IN COMMERCE 9-29-1994. 


CLASS 26—FANCY GOODS 


2,029,321. MAGICSILK, INC., TYLER, TX. SN 74-703,419. 
PUB. 3-19-1996, FILED 6-30-1995. 


ROYAL BOTANIX 


OWNER OF U.S. REG. NO. 1,146,226. 

FOR ARTIFICIAL FLOWERS (U.S. CLS. 37, 39, 40, 42 
AND 50). 

FIRST USE 6-1-1994; IN COMMERCE 6-1-1994. 
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CLASS 28—TOYS AND SPORTING GOODS 


2,029,077. WTECH INDUSTRIES, INC., WHEELING, IL. 
SN 74-451,088. PUB. 10-31-1995, FILED 10-26-1993. 


LITTLE SMART BABY 
DRIVER 


OWNER OF U.S. REG. NOS. 1,594,430 AND 1,690,339. 

SEC. 2(F) AS TO “LITTLE SMART”. 

FOR ELECTRONIC GAMES FOR TEACHING OF CHIL- 
DREN AND MULTIPLE ACTIVITY TOYS (US. CLS. 22, 
23, 38 AND 50). 

FIRST USE 2-1-1994; IN COMMERCE 2-1-1994. 


2,029,078. VTECH INDUSTRIES, INC., WHEELING, IL. 
SN 74-451,089. PUB. 10-31-1995, FILED 10-26-1993. 


LITTLE SMART BABY 
CHOO CHOO 


OWNER OF U.S. REG. NOS. 1,594,430 AND 1,690,339. 

SEC. 2(F) AS TO “LITTLE SMART”. 

FOR ELECTRONIC GAMES FOR TEACHING OF CHIL- 
DREN AND MULTIPLE ACTIVITY TOYS (U.S. CLS. 22, 
23, 38 AND 50). 

FIRST USE 2-1-1994; IN COMMERCE 2-1-1994. 


2,029,087. TECHNICAL 
RATON, FL. SN 74-480.939. PUB. 
1-21-1994. 


KNOCKOUT, INC. BOCA 
10-10-1995, FILED 


TKO GEAR 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GEAR”, APART FROM THE MARK AS SHOWN. 
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FOR BOXING AND MARTIAL ART EQUIPMENT, 
NAMELY BOXING GLOVES, TRAINING GLOVES, BAG 
GLOVES, HEAVY BAGS, STRIKING AND SPEED BAGS, 
JUMP ROPES, MOUTH GUARDS, HEAD GEAR, CUP 
PROTECTORS, FOCUS MITTS, HANDWRAPS, BOXING 
BAG SWIVEL MECHANISMS, SPEED BAG PLATFORMS, 
HEAVY BAG STANDS, BOXING RINGS, SAFETY ROPES 
AND CORNER PADS, SHIN GUARDS, FOOT PROTEC- 
TORS, RIB PROTECTORS, MEDICINE BALLS, TRAIN- 
ER’S TAPE, HAND AND FOREARM PADS AND REFLEX 
PUNCHING BAGS; TOY AND JUVENILE BOXING AND 
MARTIAL ART EQUIPMENT, NAMELY BOXING 
GLOVES, TRAINING GLOVES, HEAVY BAGS, STRIK- 
ING AND SPEED BAGS, JUMP ROPES, MOUTH 
GUARDS, HEAD GEAR, CUP PROTECTORS, FOCUS 
MITTS, HANDWRAPS, BOXING BAG SWIVEL MECHA- 
NISMS, SPEED BAGS, SPEED BAG PLATFORMS, 
HEAVY BAG STANDS, REFLEX PUNCHING BAGS, 
HAND WRAPS, SHIN GUARDS, FOOT PROTECTORS, 
RIB PROTECTORS, HAND AND FOREARM PADS, IN- 
FLATABLE PUNCHING BAGS AND BAG GLOVES; 
SPORTING GOODS AND RELATED MERCHANDISE, 
NAMELY WEIGHT LIFTING BELTS, SUPPORT BELTS, 
PRACTICE FITNESS BOXING GLOVES, AND MARTIAL 
ART HAND AND FOOT PROTECTORS; AND TOY AND 
JUVENILE SPORTING GOODS, NAMELY WEIGHT LIFT- 
ING BELTS, PRACTICE FITNESS BOXING GLOVES, 
AND MARTIAL ART HAND AND FOOT PROTECTORS 
(U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 2-1-1994; IN COMMERCE 2-1-1994. 


2,029,112. ROCKEFELLER GROUP, INC., NEW YORK, 
NY. SN 74-515,753. PUB. 2-14-1995, FILED 4-8-1994. 


OWNER OF U.S. REG. NOS. 1,236,674, 1,412,603, AND 
OTHERS. 

FOR YO-YOS (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 4-3-1996; IN COMMERCE 4-3-1996. 


2,029,170. TONKA CORPORATION, PAWTUCKET, RI. SN 
74-595,713. PUB. 11-21-1995, FILED 11-7-1994. 


MAGIC TOUCH 


FOR DOLLS, DOLL CLOTHING, DOLL HOUSES AND 
DOLL ACCESSORIES (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 7-19-1995; IN COMMERCE 7-19-1995. 
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2,029,193. 7TH LEVEL, INC., RICHARDSON, TX. SN 
74-628,554. PUB. 11-28-1995, FILED 2-1-1995. 


LIL’ HOWIE’S FUN HOUSE 


FOR INTERACTIVE EDUCATIONAL COMPUTER 
GAME SOFTWARE FOR USE WITH PERSONAL COM- 
PUTERS (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 11-0-1995; IN COMMERCE 11-0-1995. 


2,029,202. ADELINE SOFTWARE INTERNATIONAL, 
S.A.R.L., 69003 LYON, FRANCE. SN 74-636,539. PUB. 
12-19-1995, FILED 2-21-1995. 


4>) 
THE DRAWING IS LINED FOR THE COLORS BLUE, 
RED, ORANGE AND PURPLE. 
THE MARK CONSISTS OF A LION SILHOUETTE 
DESIGN. 
FOR VIDEO GAME CARTRIDGES AND SOFTWARE, 
AND COMPUTER GAME SOFTWARE (U.S. CLS. 22, 23, 38 


AND 50). 
FIRST USE 11-0-1994; IN COMMERCE 11-0-1994. 


2,029,247. NEW WORLD COMPUTING, INC., AGOURA 
HILLS, CA. SN 74-653,405. PUB. 11-7-1995, FILED 
3-29-1995. 


WETLANDS 


FOR VIDEO GAMES SOFTWARE AND INSTRUCTION- 
AL MATERIALS SOLD AS A UNIT (U.S. CLS. 22, 23, 38 
AND 50). 

FIRST USE 10-16-1995; IN COMMERCE 10-16-1995. 
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2,029,309. FIRST TEAM SPORTS, INC., MOUNDS VIEW, 


MN. SN 74-696,405. PUB. 5-28-1996, FILED 6-29-1995. 


FOR IN-LINE SKATES AND ICE SKATES, PARTS AND 
FITTINGS THEREFORE, REPLACEMENT WHEELS, 
PROTECTIVE GLOVES, PROTECTIVE ELBOW PADS, 
PROTECTIVE SHIN PADS, PROTECTIVE KNEE PADS, 
PROTECTIVE WRIST GUARDS, STREET HOCKEY 
STICKS, STREET HOCKEY GOALS, BALLS AND PUCKS 
FOR USE IN PLAYING STREET HOCKEY, BAGS FOR 
HOLDING IN-LINE SKATES AND ICE SKATES (US. 
CLS. 22, 23, 38 AND 50). 

FIRST USE 7-0-1995; IN COMMERCE 7-0-1995. 


2,029,312. CADILLAC RUBBER & PLASTICS, INC., CAD- 
ILLAC, MI. SN 74-697,289. PUB. 3-5-1996, FILED 
7-5-1995. 


X-AIR 


FOR GOLF GRIPS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 11-1-1995; IN COMMERCE 1-1-1996. 


2,029,315. TOY TRUCK LINES, INC., FT. PIERCE, FL. SN 
74-700,749. PUB. 2-13-1996, FILED 7-13-1995. 


LOS ANGELES SEATTLE 
MOTOR EXPRESS 


FOR MINIATURE TOY MODEL REPLICA TRUCKS 
(U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 7-13-1995; IN COMMERCE 7-12-1996. 


2,029,335. CSA, INC., SOUTH EASTON, MA. SN 74-713,884. 
PUB. 4-23-1996, FILED 8-10-1995. 


CYCLETRON 


FOR BICYCLE EXERCISE STAND FOR THE PURPOSE 
OF USING A BICYCLE AS A STATIONARY EXERCISER 
(U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 6-29-1996; IN COMMERCE 6-29-1996. 
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2,029,344. ROLLERBLADE, INC., MINNETONKA, MN. SN 
74-729,068. PUB. 5-21-1996, FILED 9-14-1995. 


BLACK HOLE 


OWNER OF U.S. REG. NOS. 1,892,233, 1,902,852, AND 
1,907,490. 

FOR IN-LINE SKATE AND PARTS THEREOF (U.S. 
CLS. 22, 23, 38 AND 50). 

FIRST USE 1-2-1996; IN COMMERCE 1-2-1996. 


CLASS 29—MEATS AND PROCESSED FOODS 


2,029,089. PINE MANOR, INC., GOSHEN, IN. SN 
74-482,896. PUB. 5-23-1995, FILED 1-25-1994. 


AMISH COUNTRY 
POULTRY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “AMISH COUNTRY POULTRY”, APART FROM THE 
MARK AS SHOWN. 

FOR POULTRY, NAMELY CHICKENS, DUCKS AND 
TURKEYS (U.S. CL. 46). 

FIRST USE 6-14-1994; IN COMMERCE 6-14-1994. 
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2,029,115. BENIHANA NATIONAL CORP., MIAMI, FL, 2,029,229. HEART OF THE MEAL, INC., RICHMOND, KY. 
ASSIGNEE OF BENIHANA OF TOKYO, INC., MIAMI, SN 74-648,044. PUB. 11-7-1995, FILED 3-17-1995. 
FL. SN 74-521,919. PUB. 6-6-1995, FILED 4-29-1994. 


Bethan 


OWNER OF U.S. REG. NOS. 940,142, 1,023,463, AND 
OTHERS. FOR DINNER ENTREES CONSISTING PRINCIPALLY 
THE NON-LATIN CHARACTERS IN THE MARK OF MEAT, POULTRY, OR SEAFOOD (U.S. CL. 46). 
TRANSLITERATE TO “BENI HANA”, AND THIS MEANS FIRST USE 4-21-1995; IN COMMERCE 4-21-1995. 
“RED FLOWER” IN ENGLISH. THE MARK “BENIHANA” 
IS TRANSLATED AS RED FLOWER. 
FOR EDIBLE OILS AND FATS (U.S. CL. 46). 
FIRST USE 8-5-1996; IN COMMERCE 8-5-1996. 


CLASS 30—STAPLE FOODS 


2,029,063. SHIN-SEKAI KOGYO CO., LTD., SHINJUKU- 
KU, TOKYO, JAPAN. SN 74-353,033. PUB. 5-24-1994, 
2,029,153. J.M. SMUCKER COMPANY, THE, ORRVILLE, — FI ED 1-27-1993. 
OH. SN 74-573,541. PUB. 7-25-1995, FILED 9-14-1994. 


AF OTL, 


— ie Hole in the Wall 


a aa iis 
ate ALE R= 


THE JAPANESE CHARACTERS IN THE MARK MAY 
THE LINING AND STIPPLING ARE FEATURES OF BE TRANSLATED AS “HOLE IN THE WALL”. 
THE MARK AND DO NOT INDICATE COLOR. FOR DRIED SPAGHETTI, MACARONI, NOODLES, 
FOR JAMS, JELLIES AND FRUIT PRESERVES (U.S. AND PASTA (USS. CL. 46). 
CL. 46). FIRST USE 3-24-1993; IN COMMERCE 3-24-1993. 
FIRST USE 1-15-1995; IN COMMERCE 1-15-1995. 


CLASS 31—NATURAL AGRICULTURAL 


2,029,204. BRI-AL, L.P., NORTHFIELD, IL. SN 74-638,446. PRODUCTS 
PUB. 1-9-1996, FILED 2-27-1995. 
2,029,102. IKKO INDUSTRIAL CO., LTD., UCHIHOMMA- 
CHI, OSAKA 540, JAPAN. SN 74-500,486. PUB. 1-31-1995, 


PRODUCE PLUS FILED 3-10-1994. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO NUTRA-BITES 


USE “PRODUCE”, APART FROM THE MARK AS 
SHOWN. 

FOR SOUPS, FRUIT SAUCE MIXES, VEGETABLE FOR EDIBLE PET TREATS, EDIBLE PET CHEWS, 
SALAD AND PROCESSED VEGETABLES (U.S. CL. 46). AND PET FOOD (U.S. CLS. 1 AND 46). 

FIRST USE 10-4-1995; IN COMMERCE 10-4-1995. FIRST USE 6-1-1996; IN COMMERCE 6-1-1996. 
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CLASS 32—LIGHT BEVERAGES 


2,029,242. BEN HILL GRIFFIN, INC., FROSTPROOF, FL. 
SN 74-652,989. PUB. 12-19-1995, FILED 3-15-1995. 


ORANGE NIP 


OWNER OF U.S. REG. NOS. 775,911 AND 824,528. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ORANGE”, APART FROM THE MARK AS SHOWN. 

FOR FRUIT JUICES AND FRUIT FLAVORED DRINKS 
FROM CONCENTRATES AND FRUIT JUICES AND 
FRUIT FLAVORED DRINKS NOT FROM CONCEN- 
TRATE, AND FROZEN CONCENTRATES FOR MAKING 
SAME (U.S. CLS. 45, 46 AND 48). 

FIRST USE 7-18-1996; IN COMMERCE 7-18-1996. 


2,029,243. BEN HILL GRIFFIN, INC., FROSTPROOF, FL. 
SN 74-652,990. PUB. 12-5-1995, FILED 3-15-1995. 


GOLDEN NIP 


OWNER OF U.S. REG. NO. 824,528. 

FOR FRUIT JUICES AND FRUIT FLAVORED DRINKS 
FROM CONCENTRATES AND FRUIT JUICES AND 
FRUIT FLAVORED DRINKS NOT FROM CONCEN- 
TRATE, AND FROZEN CONCENTRATES FOR MAKING 
SAME (U.S. CLS. 45, 46 AND 48). 

FIRST USE 7-18-1996; IN COMMERCE 7-18-1996. 


CLASS 34—SMOKERS’ ARTICLES 


2,029,313. RJ. REYNOLDS TOBACCO COMPANY, WIN- 
STON-SALEM, NC. SN 74-697,482. PUB. 4-9-1996, FILED 
7-5-1995. 


JUMBOS 


FOR CIGARETTES (U.S. CLS. 2, 8, 9 AND 17). 
FIRST USE 8-18-1995; IN COMMERCE 8-18-1995. 


SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


2,029,059. RE/MAX INTERNATIONAL, INC., ENGLE- 
WOOD, CO. SN 74-309,950. PUB. 1-19-1993, FILED 
9-2-1992. 


OUT IN FRONT 


FOR FRANCHISE SALES AND SUPPORT SERVICES; 
NAMELY, OFFERING TECHNICAL ASSISTANCE IN 
THE ESTABLISHMENT AND/OR OPERATION OF REAL 
ESTATE BROKERAGE SERVICES (U.S. CL. 101). 

FIRST USE 1-0-1993; IN COMMERCE 1-0-1993. 
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2,029,082. INTERACTIVE TRANSACTION PARTNERS 
(ITP), PLANO, TX, ASSIGNEE OF ELECTRONIC DATA 
SYSTEMS CORPORATION, PLANO, TX. SN 74-461,229. 
PUB. 2-21-1995, FILED 11-22-1993. 


PAYIT 


FOR COMPUTERIZED BILLING SERVICES (U.S. CLS. 
100, 101 AND 102). 
FIRST USE 4-0-1994; IN COMMERCE 4-0-1994. 


2,029,110. AMERICAN CYANAMID COMPANY, WAYNE, 
NJ. SN 74-515,010. PUB. 6-6-1995, FILED 4-22-1994. 


VACCINE ACCESS 
INITIATIVE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “VACCINE”, APART FROM THE MARK AS SHOWN. 

FOR VACCINE COST CONTROL MANAGEMENT PRO- 
GRAM (US. CLS. 100, 101 AND 102). 

FIRST USE 7-0-1994; IN COMMERCE 7-0-1994. 


2,029,219. PREPARED PRODUCTS COMPANY, INC., DBA 
PREPCO, LOS ANGELES, CA. SN 74-645,269. PUB. 
11-21-1995, FILED 3-13-1995. 


FRESH FORCE 


FOR PRODUCT MERCHANDISING SERVICES FOR 
OTHERS, PROVIDED IN-STORE (U.S. CLS. 100, 101 AND 
102). 

FIRST USE 6-27-1996; IN COMMERCE 6-27-1996. 


2,029,244. NEW IDEAS INTERNATIONAL, INC., THOM- 
ASVILLE, GA. SN 74-653,037. PUB. 12-19-1995, FILED 
3-27-1995. 


SEE, SMELL & SELL 


FOR ADVERTISING AND MARKETING SERVICES, 
NAMELY PREPARING PROMOTIONAL ARTICLES FOR 
OTHERS TO USE IN PROMOTING THEIR GOODS AND 
SERVICES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 12-27-1995; IN COMMERCE 12-27-1995. 
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2,029,256. NEWSNET, INC., BRYN MAWR, PA. SN 
74-661,916. PUB. 12-19-1995, FILED 4-17-1995. 


TIMING IS EVERYTHING 


FOR COMPUTER SERVICES, NAMELY, INFORMA- 
TION STORAGE AND RETRIEVAL IN THE FIELD OF 
BUSINESS NEWS AND FEATURING FULL-TEXT NEWS 
WIRES AND NEWS PERIODICALS FOR CURRENT 
AWARENESS AND HISTORICAL ANALYSIS (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 5-15-1995; IN COMMERCE 5-15-1995. 


2,029,263. KNOWLEDGE STRATEGIES, 
YORK, NY. SN 74-665,309. PUB. 
4-19-1995. 


INC., NEW 
12-12-1995, FILED 


KNOWLEDGE STRATEGIES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “STRATEGIES”, APART FROM THE MARK AS 
SHOWN. 

FOR MANAGEMENT CONSULTING SERVICES PRI- 
MARILY INVOLVING THE CREATIVE AND EFFEC- 
TIVE USE OF INFORMATION AND INFORMATION 
TECHNOLOGY (U.S. CLS. 100, 101 AND 102). 

FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


2,029,281. FINCH, JOHN III, POMPANO BEACH, FL. SN 
74-673,787. PUB. 1-16-1996, FILED 5-15-1995. 


EXECUTIVE-ON-TAP 


FOR BUSINESS MANAGEMENT CONSULTING SERV- 
ICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 10-15-1993; IN COMMERCE 6-15-1995. 


2,029,302. CAMPBELL MITHUN ESTY, INC., MINNEAPO- 
LIS, MN. SN_ 74-691,213. PUB. 3-12-1996, FILED 
6-20-1995. 


FULL CONTACT 
MARKETING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MARKETING”, APART FROM THE MARK AS 
SHOWN. 

FOR ADVERTISING AGENCY SERVICES AND CON- 
SULTING SERVICES IN THE FIELD OF INTEGRATED 
MARKETING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 8-2-1994; IN COMMERCE 8-2-1994. 
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2,029,311. CENTER FOR CREATIVE LEADERSHIP, 
GREENSBORO, NC. SN 74-696,935. PUB. 3-12-1996, 
FILED 7-3-1995. 


KEYS 


FOR SERVICES INVOLVING THE EVALUATION OF 
AN ORGANIZATION’S WORK ENVIRONMENT FOR 
STIMULANTS AND OBSTACLES TO CREATIVITY 
PRESENT THEREIN (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-1-1995; IN COMMERCE 7-1-1995. 


CLASS 36—INSURANCE AND FINANCIAL 


2,029,058. RE/MAX INTERNATIONAL, INC., ENGLE- 
WOOD, CO. SN 74-309,949. PUB. 1-12-1993, FILED 
9-2-1992. 


OUT IN FRONT 


FOR REAL ESTATE BROKERAGE SERVICES (U.S. CL. 
102). 
FIRST USE 1-0-1993; IN COMMERCE 1-0-1993. 


2,029,129. TRAVELERS INSURANCE COMPANY, THE, 
HARTFORD, CT. SN 74-541,118. PUB. 10-3-1995, FILED 
6-22-1994. 


VIP CLASSIC 


FOR LIFE INSURANCE UNDERWRITING (U.S. CLS. 
100, 101 AND 102). 
FIRST USE 1-4-1995; IN COMMERCE 1-4-1995. 


2,029,167. PRIVATE BUSINESS, INC., BRENTWOOD, TN. 
SN 74-589,933. PUB. 12-26-1995, FILED 10-24-1994. 


CASH FLOW MAXIMIZER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CASH FLOW”, APART FROM THE MARK AS 
SHOWN. 

FOR FINANCIAL CONSULTING SERVICES, NAMELY, 
ASSISTING FINANCIAL INSTITUTIONS IN THE IMPLE- 
MENTATION OF ACCOUNTS RECEIVABLES FINANC- 
ING (U.S. CLS. 100, 101 AND 102). 

FIRST USE 8-0-1994; IN COMMERCE 8-0-1994. 
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2,029,194. MOTION PICTURE & TELEVISION FUND 
FOUNDATION, WOODLAND HILLS, CA. SN 74-629,507. 
PUB. 9-5-1995, FILED 2-2-1995. 


* 


FOR CHARITABLE FUND RAISING SERVICES (U.S. 
CLS. 100, 101 AND 102). 
FIRST USE 6-5-1995; IN COMMERCE 8-1-1995. 


2,029,231. SHEFFIELD FINANCIAL CORP., CLEMMONS, 
NC. SN 74-648,061. PUB. 3-12-1996, FILED 3-17-1995. 


SIX PACK 


FOR FINANCIAL SERVICES, NAMELY, PROVIDING 
LOANS FOR THE PURCHASE OF PERSONAL PROPER- 
TY, INCLUDING AUTOMOBILES, FARM EQUIPMENT, 
AND LAWN EQUIPMENT (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-15-1995; IN COMMERCE 5-15-1995. 


2,029,253. BURROUGHS WELLCOME CO., RESEARCH 
TRIANGLE PARK, NC. SN 74-658,297. PUB. 11-14-1995, 
FILED 4-10-1995. 


FLOLAN LIFELINE 


OWNER OF U.S. REG. NO. 1,251,465. 

FOR ADMINISTRATION OF A PRESCRIPTION DRUG 
PAYMENT REIMBURSEMENT PROGRAM FOR PA- 
TIENTS AND PATIENT TREATMENT PROVIDERS (U.S. 
CLS. 100, 101 AND 102). 

FIRST USE 1-15-1996; IN COMMERCE 1-15-1996. 


2,029,257. HEARST CORPORATION, THE, HOUSTON, TX. 
SN 74-662,021. PUB. 11-28-1995, FILED 4-17-1995. 


HOUSTON CHRONICLE 
INTERACTIVE 


OWNER OF U.S. REG. NO. 1,792,571. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERACTIVE”, APART FROM THE MARK AS 
SHOWN. 

SEC. 2(F) AS TO “HOUSTON CHRONICLE”. 
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FOR REAL ESTATE, FINANCIAL AND INSURANCE 
INFORMATION PROVIDED VIA AN ON-LINE ELEC- 
TRONIC COMMUNICATIONS NETWORK (U.S. CLS. 100, 
101 AND 102). 

FIRST USE 1-15-1995; IN COMMERCE 1-15-1995. 


2,029,262. SIGNIFICANT SERVICES UNLIMITED, INC., 
ALLENTOWN, PA. SN 74-664,850. PUB. 1-2-1996, FILED 
4-24-1995. 


UNumitep 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SERVICES”, APART FROM THE MARK AS 
SHOWN. 

FOR REAL ESTATE MANAGEMENT SERVICES (US. 
CLS. 100, 101 AND 102). 

FIRST USE 5-30-1995; IN COMMERCE 7-7-1995. 


2,029,265. WHIRLPOOL PROPERTIES, 
HARBOR, MI. SN 74-665,948. PUB. 
4-25-1995. 


INC., BENTON 
12-12-1995, FILED 


CUTTER 


FOR FINANCING AND CREDIT CARD MANAGE- 
MENT SERVICES FOR CONSUMER CREDIT CARD AC- 
COUNTS OFFERED BY LAWN AND GARDEN DEALERS 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-0-1995; IN COMMERCE 3-0-1995. 
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2,029,274. CONSTITUTION STATE CORPORATE CREDIT 
UNION, INC., WALLINGFORD, CT. SN 74-669,814. PUB. 
1-9-1996, FILED 4-24-1995. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE REPRESENTATION OF THE DESIGN OF THE 
OUTLINE OF A CARD, APART FROM THE MARK AS 
SHOWN. 

THE DRAWING IS LINED FOR THE COLORS BLUE 
AND GREEN. 

THE MARK CONSISTS OF 
WORDS “CORPORATE CASH”. 

FOR AUTOMATED TELLER MACHINE SERVICES 
(U.S. CLS. 100, 101 AND 102). 

FIRST USE 5-0-1993; IN COMMERCE 11-8-1995. 


A DESIGN AND THE 


2,029,290. CASHPOINT, INC., NEW YORK, NY. SN 
74-679,194. PUB. 5-7-1996, FILED 5-23-1995. 


CASHPOINT 


FOR RETAIL FINANCIAL SERVICES, IN THE 
NATURE OF ELECTRONIC PAYMENT, NAMELY, ELEC- 
TRONIC PROCESSING AND TRANSMISSION OF BILL 
AND TAX PAYMENTS AND PAYMENT DATA, AND IS- 
SUANCE OF MONEY ORDERS, TRAVELERS’ CHECKS 
AND CASHIER’S CHECKS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 1-0-1992; INCOMMERCE 8-0-1995. 


2,029,294. MICHIGAN NATIONAL BANK, FARMINGTON 
HILLS, MI. SN 74-681,886. PUB. 3-12-1996, FILED 
5-24-1995. 


RATEPLUS 


FOR BANKING SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 9-6-1995; IN COMMERCE 9-6-1995. 
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2,029,354. HAINES OBTAINS! LTD., LOS ANGELES, CA. 
SN 75-975,519. PUB. 10-17-1995, FILED 3-27-1995. 


FOR APPRAISAL SERVICES IN THE FIELD OF JEW- 
ELRY AND ART (USS. CLS. 100, 101 AND 102). 
FIRST USE 5-20-1995; IN COMMERCE 5-20-1995. 


CLASS 37—CONSTRUCTION AND REPAIR 


2,029,337. FABRITEC INTERNATIONAL CORPORATION, 
COLD SPRING, KY. SN 74-718,463. PUB. 4-23-1996, 
FILED 8-21-1995. 


ELEGANT CARE BY 
SANITONE 


FOR LAUNDRY SERVICES FOR FABRICS, CLOTHING 
AND WEARING APPAREL (U.S. CLS. 100, 103 AND 106). 
FIRST USE 12-0-1995; IN COMMERCE 12-0-1995. 


2,029,338. FABRITEC INTERNATIONAL CORPORATION, 
COLD SPRING, KY. SN 74-718,465. PUB. 4-30-1996, 
FILED 8-21-1995. 


CASUAL CARE BY 
SANITONE 


FOR LAUNDRY SERVICES FOR FABRICS, CLOTHING 
AND WEARING APPAREL (U.S. CLS. 100, 103 AND 106). 
FIRST USE 12-0-1995; IN COMMERCE 12-0-1995. 
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2,029,117. FALCON COMPUTER SERVICES, INC., DBA 
FENRIS COMPUTER SERVICES, INC., CORVALLIS, 
OR. SN 74-526,481. PUB. 3-26-1996, FILED 5-19-1994. 


ONE WORLD 
INTERNETWORKING 


FOR PROVIDING GATEWAY ACCESS SERVICES TO 
A GLOBAL COMPUTER NETWORK AND OTHER WIDE 
AREA NETWORKS (U.S. CLS. 100, 101 AND 104). 

FIRST USE 6-19-1994; IN COMMERCE 6-19-1994. 


2,029,119. SOUTHERN NEW ENGLAND TELEPHONE 
COMPANY, THE, NEW HAVEN, CT. SN 74-530,601. 
PUB. 10-24-1995, FILED 5-27-1994. 


SELECT CITIES AND 
TOWNS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CITIES AND TOWNS”, APART FROM THE MARK 
AS SHOWN. 

FOR TELECOMMUNICATIONS SERVICES, NAMELY, 
LOCAL AND LONG DISTANCE TELEPHONE CALLS 
(U.S. CLS. 100, 101 AND 104). 

FIRST USE 4-0-1994; IN COMMERCE 4-0-1994. 


CLASS 39—TRANSPORTATION AND 
STORAGE 


2,029,189. UNITED PARCEL SERVICE OF AMERICA, 
INC., ATLANTA, GA. SN 74-623,293. PUB. 9-12-1995, 
FILED 1-19-1995. 


Ups MOVING at the SPEED of BUSINESS. 


OWNER OF U.S. REG. NOS. 735,064, 
OTHERS. 

FOR DELIVERY OF PERSONAL PROPERTY BY AIR; 
RAIL, BOAT AND MOTOR VEHICLE (U.S. CLS. 100 AND 
105). 

FIRST USE 2-13-1995; IN COMMERCE 2-13-1995. 


1,718,211, AND 


2,029,195. UTILICORP UNITED, INCORPORATED, 
KANSAS CITY, MO. SN 74-631,437. PUB. 11-14-1995, 
FILED 2-8-1995. 


YOUR COMFORT ZONE 


FOR PUBLIC UTILITY SERVICES (U.S. CLS. 100 AND 
105). 
FIRST USE 7-24-1996; IN COMMERCE 7-24-1996. 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


2,029,080. SHARE TV, INC., MCKEAN, PA. SN 74-455,949. 
PUB. 5-9-1995, FILED 11-9-1993. 


THE WEDDING PLACE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WEDDING”, APART FROM THE MARK AS 
SHOWN. 

FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF ON-GOING INFORMATIONAL TELEVISION PRO- 
GRAMS IN THE FIELD OF WEDDINGS (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 7-24-1996; IN COMMERCE 7-24-1996. 


2,029,106. WALSH, JOHN, LAGRANGE, IL. SN 74-506,627. 
PUB. 3-7-1995, FILED 3-29-1994. 


FATHER LIBERTY GAME 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GAME”, APART FROM THE MARK AS SHOWN. 

“FATHER LIBERTY” IS FANCIFUL AND DOES NOT 
REFER TO A LIVING INDIVIDUAL. 

FOR ENTERTAINMENT IN THE NATURE OF BAS- 
KETBALL GAMES (U.S. CLS. 100, 101 AND 107). 

FIRST USE 6-18-1994; IN COMMERCE 6-18-1994. 


2,029,123. ENSEC, INC., BOCA RATON, FL. SN 74-533,299. 
PUB. 4-25-1995, FILED 6-6-1994. 


EnWorks 


» t 3 2 eS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SYSTEMS”, APART FROM THE MARK AS SHOWN. 

FOR TRAINING SERVICES CONSISTING OF SEMI- 
NARS, CLASSES AND HANDS-ON WORKSHOPS FOR 
OTHERS IN CONNECTION WITH ELECTRONIC OR 
COMPUTERIZED BUILDING SECURITY AND ACCESS 
CONTROL SYSTEMS, AND ELECTRICAL COMPUTER- 
IZED TIME AND ATTENDANCE SYSTEMS (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 2-12-1994; IN COMMERCE 2-12-1994. 


2,029,126. ARIZONA FALL LEAGUE, INC., THE, NEW 
YORK, NY. SN 74-537,299. PUB. 11-14-1995, FILED 
6-13-1994. 


PEORIA JAVELINAS 


OWNER OF U.S. REG. NOS. 1,785,931 AND 1,834,206. 
NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PEORIA”, APART FROM THE MARK AS SHOWN. 
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CLASS 41—(Continued). 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF BASEBALL EXHIBITIONS (U.S. CLS. 100, 101 AND 
107). 

FIRST USE 11-0-1994; IN COMMERCE 11-0-1994. 


2,029,161. COMMERCIAL FEDERAL BANK, OMAHA, NE. 
SN 74-583,749. PUB. 6-27-1995, FILED 10-11-1994. 


BANK SMART 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BANK”, APART FROM THE MARK AS SHOWN. 
FOR EDUCATIONAL SERVICES - NAMELY CON- 
DUCTING SEMINARS AND CLASSES IN THE FIELD OF 
BANKING AND FINANCIAL INSTITUTION OPER- 
ATIONS AND SERVICES (U.S. CLS. 100, 101 AND 107). 
FIRST USE 1-0-1995; INCOMMERCE 1-0-1995. 


2,029,163. ITT EDUCATIONAL SERVICES, INC., INDIAN- 
APOLIS, IN. SN 74-586,093. PUB. 7-25-1995, FILED 
10-17-1994. 


THE PERSONS DEPICTED IN THE PORTRAIT SHOWN 
IN THE MARK ARE FICTITIOUS AND DO NOT DEPICT 
ANY LIVING INDIVIDUALS. 

FOR EDUCATIONAL SERVICES, NAMELY OFFERING 
CLASSES AND CORRESPONDENCE COURSES IN THE 
FIELDS OF BUSINESS AND VOCATIONAL TRAINING 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 12-20-1994; IN COMMERCE 12-20-1994. 


2,029,211. 
HILLS, CA. SN 74-642,174. PUB. 
3-6-1995. 


PRUFROCK PICTURES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PICTURES”, APART FROM THE MARK AS 
SHOWN. 


SHY MOON PRODUCTIONS, LTD., BEVERLY 
11-7-1995, FILED 
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FOR ENTERTAINMENT SERVICES, NAMELY DEVEL- 
OPMENT, PRODUCTION AND DISTRIBUTION OF THE- 
ATRICAL, MOTION PICTURE AND TELEVISION PRO- 
GRAMS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 5-5-1995; IN COMMERCE 5-5-1995. 


2,029,213. GUYTON, D. SAGE, HOLLYWOOD, CA. SN 
74-643,901. PUB. 11-14-1995, FILED 3-9-1995. 


THE LUCKY STARS 


FOR ENTERTAINMENT IN THE NATURE OF A BAND 
(U.S. CLS. 100, 101 AND 107). 
FIRST USE 8-27-1993; IN COMMERCE 8-27-1995. 


2,029,271. MERRITT, WELLER & WELLER, INC., MIAMI, 
FL. SN 74-668,480. PUB. 12-19-1995, FILED 5-1-1995. 


TrainX 


FOR EDUCATIONAL SERVICES, NAMELY, TRAINING 
IN THE USE OF COMPUTER SOFTWARE AND CON- 
SULTING SERVICES RELATED THERETO (U.S. CLS. 
100, 101 AND 107). 

FIRST USE 12-13-1995; INCOMMERCE 12-13-1995. 


2,029,276. RIP BANG PICTURES, INC., SILVER SPRING, 
MD. SN 74-670,855. PUB. 12-19-1995, FILED 3-3-1995. 


NEAT STUFF 


FOR ENTERTAINMENT IN THE NATURE OF A TELE- 
VISION DOCUMENTARY SERIES ON POP-CULTURE, 
COLLECTABLES, AND MEMORABILIA (U.S. CLS. 100, 
101 AND 107). 

FIRST USE 1-4-1996; IN COMMERCE 1-4-1996. 


2,029,351. OPEN LEARNING AGENCY, BURNABY, BRIT- 
ISH COLUMBIA V5G 4S8, CANADA. SN 75-975,351. 
PUB. 5-23-1995, FILED 2-23-1994. 


KERRISDALE 


FOR EDUCATIONAL AND ENTERTAINMENT SERV- 
ICES, NAMELY PRODUCTION AND PROGRAMMING OF 
TELEVISION SHOWS (U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-1-1996; IN COMMERCE 1-1-1996. 
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CLASS 42—MISCELLANEOUS SERVICES 


2,029,065. STRATOS PIZZERIA (1992) INC., PROVINCE 
OF QUEBEC, CANADA. SN 74-354,233. PUB. 10-26-1993, 
FILED 2-1-1993. 


PIZZERIA 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PIZZERIA”, APART FROM THE MARK AS 
SHOWN. 

THE STIPPLING IN THE MARK IS A FEATURE OF 
THE MARK AND DOES NOT REPRESENT COLOR. 

FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 

FIRST USE 6-0-1989; IN COMMERCE 8-19-1996. 


2,029,069. SOFTWARE ENGINEERING GMBH, 8000 
MUNICH 50, FED REP GERMANY. SN 74-385,482. PUB. 
5-9-1995, FILED 5-3-1993. 


SEGUS 


FOR RETAIL DISTRIBUTORSHIP IN THE FIELD OF 
BUSINESS SOFTWARE FOR MAINFRAME COMPUTERS; 
TECHNICAL CONSULTATION IN THE FIELD OF BUSI- 
NESS SOFTWARE FOR MAINFRAME COMPUTERS; 
TECHNICAL ASSISTANCE IN THE ESTABLISHMENT 
AND/OR OPERATION OF BUSINESS SOFTWARE FOR 
MAINFRAME COMPUTERS; MAINFRAME COMPUTER 
SOFTWARE ENGINEERING SERVICES (U.S. CLS. 100 
AND 101). 

FIRST USE 10-0-1992; IN COMMERCE 10-0-1992. 


2,029,114. LAD, INC., GRAND BLANC, MI. SN 74-521,067. 
PUB. 7-18-1995, FILED 5-9-1994. 


ag 


CARD 


WILD BIRD & NATURE STORE 


NAL'S 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “WILD BIRD & NATURE STORE”, APART FROM 
THE MARK AS SHOWN. 

FOR RETAIL STORE SERVICES FOR BIRD FOOD 
AND SUPPLIES (U.S. CLS. 100 AND 101). 

FIRST USE 10-1-1995; IN COMMERCE 10-1-1995. 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 42—(Continued). 


2,029,116. CARTER CREATIVE SERVICES INC., NEW 
YORK, NY. SN 74-522,332. PUB. 12-20-1994, FILED 
5-4-1994. 


PAINTOGRAPHY 


FOR GRAPHIC ART DESIGN SERVICES IN THE 
NATURE OF THE CREATION OF PHOTOGRAPHIC ART- 
WORK THROUGH COMPUTER ENHANCEMENT AND 
GRAPHIC DESIGNING (U.S. CLS. 100 AND 101). 

FIRST USE 9-1-1994; IN COMMERCE 9-1-1994. 


2,029,118. RINE, LANCE, CARMEL VALLEY, CA. SN 
74-529,056. PUB. 5-9-1995, FILED 5-24-1994. 


TRU-CUTS 


FOR BARBER AND COSMETICIAN SERVICES (US. 
CLS. 100 AND 101). 
FIRST USE 0-0-1982; IN COMMERCE 7-26-1996. 


2,029,128. INCYTE PHARMACEUTICALS, 
ALTO, CA. SN_ 74-539,485. PUB. 4-4-1995, 
6-20-1994. 


INC., PALO 
FILED 


LIFESEQ 


FOR MEDICAL TESTING, NAMELY, BIOGENETIC 
ANALYSIS AND BIOGENETIC TESTING SERVICES; 
LEASING ACCESS TO A COMPUTERIZED DATA BASE 
IN THE FIELD OF BIOGENETIC ANALYSIS AND TEST- 
ING (U.S. CLS. 100 AND 101). 

FIRST USE 11-24-1994; IN COMMERCE 11-24-1994. 


2,029,140. EVERCOLOR CORPORATION, EL DORADO 
HILLS, CA. SN 74-557,204. PUB. 9-26-1995, FILED 
8-4-1994. 


MOMENTS IN TIME 


FOR RETAIL STORES FEATURING HIGH-QUALITY 
PHOTOGRAPHIC IMAGES OF TOP CONTEMPORARY 
COLOR PHOTOGRAPHERS AND WHOLESALE DISTRIB- 
UTORSHIPS FEATURING HIGH-QUALITY PHOTO- 
GRAPHIC IMAGES OF TOP CONTEMPORARY COLOR 
PHOTOGRAPHERS (U.S. CLS. 100 AND 101). 

FIRST USE 10-15-1995; IN COMMERCE 10-15-1995. 


2,029,145. LABONE, INC., LENEXA, KS. SN 74-563,909. 
PUB. 12-12-1995, FILED 8-22-1994. 


LAB ONE PAGE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LAB”, APART FROM THE MARK AS SHOWN. 
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CLASS 42—(Continued). 


FOR PERSONNEL HEALTH AND WELLNESS TEST- 
ING, NAMELY HEALTH CONSULTATION AND ANALY- 
SIS; MEDICAL LABORATORY TESTING; AND REPORT- 
ING IN CONNECTION THEREWITH (U.S. CLS. 100 AND 
101). 

FIRST USE 5-0-1995; IN COMMERCE 5-0-1995. 


2,029,146. SEITMAN ENTERPRISES, INC., HONOLULU, 
HI. SN 74-564,025. PUB. 10-31-1995, FILED 8-22-1994. 


WORLD OF TIME 


FOR RETAIL STORES FEATURING WATCHES AND 
OTHER TIME PIECES (U.S. CLS. 100 AND 101). 
FIRST USE 11-19-1994; IN COMMERCE 11-19-1994. 


2,029,159. HOT STUFF FOOD SYSTEMS, INC., SIOUX 
FALLS, SD. SN 74-580,777. PUB. 11-7-1995, FILED 
9-30-1994. 


COOL STUFF 


OWNER OF U.S. REG. NOS. 1,560,063 AND 1,670,418. 
FOR COLD BEVERAGE SERVICES RENDERED 
THROUGH SELF-SERVICE MACHINES (U.S. CLS. 100 
AND 101). 
FIRST USE 10-4-1994; IN COMMERCE 12-29-1994. 


2,029,176. KING’S DAUGHTERS’ MEDICAL CENTER, 
ASHLAND, KY. SN 74-606,203. PUB. 9-19-1995, FILED 
11-25-1994. 


5-STAR CARE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CARE”, APART FROM THE MARK AS SHOWN. 

FOR HOSPITAL AND HEALTH CARE SERVICES (U.S. 
CLS. 100 AND 101). 

FIRST USE 2-23-1995; IN COMMERCE 2-23-1995. 


2,029,178. YAMAGATA INTERNATIONAL CORP., FORT 
WORTH, TX. SN 74-608,251. PUB. 9-12-1995, FILED 
12-8-1994. 


HEALTH CORNER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH”, APART FROM THE MARK AS SHOWN. 

FOR MAIL ORDER CATALOG SERVICES FEATURING 
MEDICAL DEVICES, HEALTH AND BEAUTY AIDS, 
AND OVER-THE-COUNTER HEALTH REMEDY PREP- 
ARATIONS (U.S. CLS. 100 AND 101). 

FIRST USE 5-2-1996; IN COMMERCE 5-2-1996. 
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2,029,184. TIME INC. VENTURES, LOS ANGELES, CA. 
SN 74-617,057. PUB. 1-9-1996, FILED 12-30-1994. 


YOUR MIND & BODY 


FOR COMPUTER SERVICES, NAMELY INTERACTIVE 
ONLINE INFORMATION SERVICES RELATING TO THE 
SUBJECTS OF HEALTH, EXERCISE AND FITNESS (U.S. 
CLS. 100 AND 101). 

FIRST USE 2-0-1996; IN COMMERCE 2-0-1996. 


2,029,205. WHITE, EDWARD, DAMARISCOTTA, ME. SN 
74-639,636. PUB. 10-31-1995, FILED 2-28-1995. 


PERMIUS 


FOR PROVIDING MEDICAL INFORMATION TO PHY- 
SICIANS AND HOSPITALS (U.S. CLS. 100 AND 101). 
FIRST USE 7-10-1996; IN COMMERCE 7-10-1996. 


2,029,224. LEONHARDT GROUP, THE, SEATTLE, WA. 
SN 74-646,239. PUB. 3-12-1996, FILED 3-13-1995. 


VISUAL VOCABULARY 


FOR DESIGN OF MARKETING COMMUNICATIONS 
FOR OTHERS, NAMELY PACKAGE DESIGN, PACKAG- 
ING CONCEPT DESIGN FOR A VARIETY OF PROD- 
UCTS; TRADE DRESS DESIGN FOR A VARIETY OF 
PRODUCTS AND SERVICES; DESIGN OF LOGOS, 
MARKS AND CORPORATE IDENTITY MATERIALS; 
DESIGN OF ANNUAL REPORTS AND RELATED INVES- 
TOR RELATIONS COMMUNICATIONS, DESIGN OF SIG- 
NAGE AND ENVIRONMENTAL GRAPHICS SYSTEMS; 
DESIGN OF EVENT PROMOTIONAL MATERIALS; 
DESIGN OF EDITORIALS AND PUBLICATIONS, 
NAMELY, BOOKS, MAGAZINES AND NEWSPAPERS; 
DESIGN OF PRINT, ELECTRONIC MEDIA AND DIRECT 
MAIL ADVERTISING; DESIGN OF MULTIMEDIA FILM 
PRODUCTIONS; AND DESIGN OF MARKETING COM- 
MUNICATIONS FOR DISSEMINATION BY VIDEOS, 
COMPACT DISCS, AUDIO CASSETTES AND ON COM- 
PUTERS VIA THE GLOBAL COMMUNICATION NET- 
WORKS, COMPACT DISCS AND FLOPPY DISCS (U.S. 
CLS. 100 AND 101). 

FIRST USE 10-20-1995; IN COMMERCE 4-27-1996. 


2,029,248. S J G CORPORATION, DRIFTWOOD, TX. SN 
74-653,573. PUB. 10-31-1995, FILED 3-30-1995. 


SALT LICK 


FOR RESTAURANT FOOD SERVICES (U.S. CLS. 100 
AND 101). 
FIRST USE 5-31-1968; IN COMMERCE 7-8-1996. 
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CLASS 42—(Continued). 


2,029,258. WHITMAN CORPORATION, ROLLING MEAD- 
OWS, IL. SN 74~-662,157. PUB. 12-12-1995, FILED 
4-17-1995. 


ENABLING HEALTH 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HEALTH”, APART FROM THE MARK AS SHOWN. 

FOR MANAGED HEALTH CARE PROVIDER SERV- 
ICES, HEALTH CARE SERVICES IN THE NATURE OF 
WELLNESS SERVICES, COUNSELING WITH REGARD 
TO EMPLOYER HEALTH AND BENEFIT PLANS (U.S. 
CLS. 100 AND 101). 

FIRST USE 1-1-1995; IN COMMERCE 1-1-1995. 


2,029,273. SOUTHWEST MISSISSIPPI REGIONAL MEDI- 
CAL CENTER, MCCOMB, MS. SN 74-669,317. PUB. 
1-9-1996, FILED 5-3-1995. 


GERILIFE 


FOR GERIATRIC PSYCHIATRY SERVICES REN- 
DERED TO OTHERS (U.S. CLS. 100 AND 101). 
FIRST USE 1-16-1996; IN COMMERCE 1-16-1996. 


2,029,282. NEWINGTON CHILDREN’S HOSPITAL, NEW- 
INGTON, CT. SN 74-675,219. PUB. 2-6-1996, FILED 
5-16-1995. 


Children’s 


MEDICAL CENTER 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CONNECTICUT CHILDREN’S MEDICAL 
CENTER”, APART FROM THE MARK AS SHOWN. 

THE DRAWING IS LINED FOR THE COLORS GREEN, 
RED, YELLOW, PURPLE AND BLUE. 

FOR HEALTH CARE SERVICES RENDERED TO CHIL- 
DREN, NAMELY PRIMARY, PREVENTATIVE, ACUTE, 
INTENSIVE AND CHRONIC HEALTH CARE SERVICES 
(U.S. CLS. 100 AND 101). 

FIRST USE 10-2-1995; IN COMMERCE 10-2-1995. 
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CLASS 42—(Continued). 


2,029,298. PANDA MANAGEMENT COMPANY, _INC., 
SOUTH PASADENA, CA. SN 74-683,044. PUB. 1-9-1996, 
FILED 6-1-1995. 


BOOK ENDS CAFE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “CAFE”, APART FROM THE MARK AS SHOWN. 

FOR RESTAURANT SERVICES AND ARCHITECTUR- 
AL DESIGN SERVICES IN THE FIELD OF RESTAU- 
RANTS (U.S. CLS. 100 AND 101). 

FIRST USE 2-16-1996; IN COMMERCE 2-16-1996. 


2,029,325. PITKIN GROWTH GROUP INC., GLASTON- 
BURY, CT. SN _ 74-706,033. PUB. 2-20-1996, FILED 
7-25-1995. 


SS 


OCEANIC 
Gieine 


UV WY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 

USE “GRILL”, APART FROM THE MARK AS SHOWN. 
FOR RESTAURANT SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 10-5-1995; IN COMMERCE 10-5-1995. 


2,029,326. INTERNET COMMUNICATIONS OF AMERICA, 
INC., MIAMI, FL. SN 74-707,550. PUB. 5-21-1996, FILED 
7-26-1995. 


ICANECT 


FOR PROVIDING MULTIPLE-USER ACCESS TO A 
GLOBAL COMPUTER INFORMATION NETWORK FOR 
THE TRANSFER AND DISSEMINATION OF A WIDE 
RANGE OF INFORMATION (U.S. CLS. 100 AND 101). 

FIRST USE 8-0-1995; IN COMMERCE 8-0-1995. 


2,029,328. WONG, WENDELL P., TORRANCE, CA. SN 
74-708,539. PUB. 3-26-1996, FILED 6-26-1995. 


NATURAL SIGHT 


FOR EYE SURGERY SERVICES (U.S. CLS. 100 AND 
101). 
FIRST USE 11-1-1995; IN COMMERCE 11-29-1995. 
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2,029,331. PEPI CHIROPRACTIC PROFESSIONAL COR- 
PORATION, LOS ANGELES, CA. SN 74-711,887. PUB. 
3-26-1996, FILED 8-7-1995. 


BODY PROGRAMMING 


FOR MEDICAL SERVICES RELATING TO METABO- 
LISM OF SUBSTANCES (U.S. CLS. 100 AND 101). 
FIRST USE 8-5-1995; IN COMMERCE 8-5-1995. 


* * . e bd 





SUPPLEMENTAL REGISTER 
These registrations are not subject to opposition. 


SECTION 1.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in more than one class 


2,029,356. SHAUN PALMER LTD., BILTEN, SWITZER- 
LAND, ASSIGNEE OF ALLACTION SPORTING LTD., 
CH-6340 BAAR, SWITZERLAND. SN74-531,189. FILED 
P.R. 5-31-1994; AM. S.R. 5-22-1995. 


PALMER 


PRIORITY CLAIMED UNDER SEC. 44D) ON SWIT- 
ZERLAND APPLICATION NO. _ 12317/1993.7, FILED 
12-1-1993, REG. NO. 410255, DATED 12-1-1993, EXPIRES 
12-1-2003. 


CLASS 14—JEWELRY 


FOR COSTUME JEWELRY; PENS; WRIST WATCHES; 
POCKET WATCHES AND CHRONOMETERS (U.S. CLS. 2, 
27, 28 AND 50). 


CLASS 25—CLOTHING 


FOR SNOWBOARD BOOTS; SOCKS; PANTS; T-SHIRTS; 
SWEATERS; JACKETS; HATS AND CAPS (US. CLS. 22 
AND 339). 


CLASS 28—TOYS AND SPORTING GOODS 


FOR GOGGLES, SNOWBOARDS AND PARTS AND 
FITTINGS FOR SNOWBOARDS (U.S. CLS. 22, 23, 33 AND 
50). 


2,029,357. SELECT BEVERAGES, INC., DARIEN, IL. 
SN74-557,691. FILED P.R. 8-5-1994; AM. S.R. 5-10-1996. 


SELECT BEVERAGES 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BEVERAGES”, APART FROM THE MARK AS 
SHOWN. 


CLASS 35—ADVERTISING AND BUSINESS 


FOR PRODUCT MERCHANDISING SERVICES IN THE 
FIELD OF NON-ALCOHOLIC BEVERAGES (U.S. CLS. 
100, 101 AND 102). 

FIRST USE 8-0-1993; IN COMMERCE 8-0-1993. 
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CLASS 40—MATERIAL TREATMENT 


FOR NON-ALCOHOLIC BEVERAGE CANNING (USS. 
CLS. 100, 103 AND 106). 
FIRST USE 8-0-1993; IN COMMERCE 8-0-1993. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR NON-ALCOHOLIC BOTTLING AND DISTRIBU- 
TORSHIP SERVICES (U.S. CLS. 100 AND 101). 
FIRST USE 8-0-1993; IN COMMERCE 8-0-1993. 


2,029,363. RESNICK, STEWART, STATEN ISLAND, NY. 
SN74-676,522. FILED P.R. 5-12-1995; AM. S.R. 4-22-1996. 


MR. RESNICK 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR PRE-RECORDED AUDIO CASETTES AND AUDIO 
COMPACT DISCS FEATURING MUSIC (U.S. CLS. 21, 23, 
26, 36 AND 38). 

FIRST USE 2-0-1995; IN COMMERCE 2-0-1995. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR ENTERTAINMENT SERVICES IN THE NATURE 
OF A MUSICAL GROUP (U.S. CLS. 100, 101 AND 107). 
FIRST USE 4-25-1995; IN COMMERCE 4-25-1995. 





JANUARY 7, 1997 


2,029,368. HYGRADE DISTRIBUTION AND DELIVERY 
SYSTEM, INC., SOUTH KEARNY, NJ. SN74-689,168. 
FILED P.R. 6-15-1995; AM. S.R. 9-9-1996. 


FACTORY 
FRES 
Ne 


HOMI- 
DELIVERY 


CLASS 39—TRANSPORTATION AND 
STORAGE 


FOR WAREHOUSE STORAGE SERVICES, TRANS- 
PORTING OF GOODS BY TRUCK FOR OTHERS (US. 
CLS. 100 AND 105). 

FIRST USE 5-10-1995; IN COMMERCE 5-10-1995. 


CLASS 42—MISCELLANEOUS SERVICES 


FOR VIDEO FURNITURE CATALOG SERVICES 
WHEREBY FURNITURE AVAILABLE FOR PURCHASE 
IS DISPLAYED BY VIDEO FOR PURCHASE BY THE 
CUSTOMER (U.S. CLS. 100 AND 101). 

FIRST USE 5-10-1995; IN COMMERCE 5-10-1995. 


2,029,372. EYES ENTERPRISES, INC., DBA DAMIAN 
MUSIC, HOLLYWOOD, CA. SN74-702,823. FILED P.R. 
7-18-1995; AM. S.R. 3-4-1996. 


DAMIAN MUSIC 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “MUSIC”, APART FROM THE MARK AS SHOWN. 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


FOR MUSICAL SOUND RECORDINGS, MUSICAL 
VIDEO RECORDINGS, PRE-RECORDED AUDIO CAS- 
SETTES FEATURING MUSICAL SOUND RECORDINGS, 
PRE-RECORDED COMPACT DISCS FEATURING MUSI- 
CAL SOUND RECORDINGS, PRE-RECORDED VIDEO- 
TAPE CASSETTES FEATURING MUSICAL VIDEO RE- 
CORDINGS, COMPUTER SOFTWARE FEATURING MU- 
SICAL SOUND RECORDINGS AND MUSICAL VIDEO 
RECORDINGS AND CD ROMS FEATURING MUSICAL 
SOUND RECORDINGS AND MUSICAL VIDEO RECORD- 
INGS (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-0-1995; IN COMMERCE 3-0-1995. 
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CLASS 35—ADVERTISING AND BUSINESS 


FOR PROMOTION AND MARKETING OF CONCERTS, 
TOURS, MUSICAL SOUND RECORDINGS, MUSICAL 
VIDEO RECORDINGS, PRE-RECORDED AUDIO AND 
VIDEO CASSETTES, COMPUTER SOFTWARE AND CD 
ROMS FEATURING MUSICAL SOUND RECORDINGS 
AND MUSICAL RECORDINGS, ALL FOR MUSICAL 
GROUPS (U.S. CLS. 100, 101 AND 102). 

FIRST USE 3-0-1995; IN COMMERCE 3-0-1995. 


2,029,375. LOST & FOUND INTERNATIONAL, _INC., 
SCOTTSDALE, AZ. SN74-711,784. FILED P.R. 8-7-1995; 
AM. S.R. 8-15-1996. 


LOST & FOUND 
INTERNATIONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “LOST & FOUND”, APART FROM THE MARK AS 
SHOWN. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR PRINTED IDENTIFICATION LABELS (NOT OF 
TEXTILES); BLANK OR PARTIALLY PRINTED IDENTI- 
FICATION LABELS (NOT OF TEXTILES); PAPER IDEN- 
TIFICATION TAGS; MEDICAL IDENTIFICATION TAGS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 4-21-1995; IN COMMERCE 4-21-1995. 


CLASS 24—FABRICS 


FOR PRINTED IDENTIFICATION LABELS (OF TEX- 
TILES) (U.S. CLS. 42 AND 50). 
FIRST USE 4-21-1995; IN COMMERCE 4-21-1995. 


2,029,376. AMERICAN MEAT INSTITUTE, ARLINGTON, 
VA. SN74-713,389. FILED P.R. 8-10-1995; AM. S.R. 
8-22-1996. 


AMERICAN MEAT 
INSTITUTE FOUNDATION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INSTITUTE FOUNDATION”, APART FROM THE 
MARK AS SHOWN. 


CLASS 41—EDUCATION AND 
ENTERTAINMENT 


FOR EDUCATIONAL SERVICES, NAMELY, CON- 
DUCTING WORKSHOPS AND SEMINARS TO IMPROVE 
THE EFFICIENCY OF MEAT AND POULTRY PACKING 
AND PROCESSING OPERATIONS AND THE QUALITY 
AND SAFETY OF MEAT AND POULTRY PRODUCTS 
(U.S. CLS. 100, 101 AND 107). 

FIRST USE 1-0-1992; IN COMMERCE 1-0-1992. 
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CLASS 42—MISCELLANEOUS SERVICES 


FOR SCIENTIFIC RESEARCH, NAMELY, CONDUCT- 
ING RESEARCH TO IMPROVE THE EFFICIENCY OF 
MEAT AND POULTRY PACKING AND PROCESSING 
OPERATIONS AND THE QUALITY AND SAFETY OF 
MEAT AND POULTRY PRODUCTS (U.S. CLS. 100 AND 
101). 

FIRST USE 1-0-1992; IN COMMERCE 1-0-1992. 


2,029,390. KLUTZ, INC... DBA KLUTZ PRESS, PALO 
ALTO, CA. SN75-045,283. FILED P.R. 1-18-1996; AM. S.R. 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


OWNER OF U.S. REG. NOS. 1,859,655, 1,860,868, AND 
OTHERS. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE THE REPRESENTATION OF THE SPIRAL BIND- 
ING, APART FROM THE MARK AS SHOWN. 

THE MARK CONSISTS OF THE CONFIGURATION OF 
THE GOODS COMPRISED OF A SPIRAL BOUND BOOK, 
THE COVER OF WHICH IS WRAPPED IN A STRING 
CONFIGURATION. 


CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


FOR CHILDREN’S ACTIVITY BOOKS (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 
FIRST USE 3-0-1993; IN COMMERCE 3-0-1993. 


CLASS 28—TOYS AND SPORTING GOODS 


FOR STRING GAME KITS PRIMARILY COMPOSED OF 
STRING AND INSTRUCTIONS FOR CREATING VARI- 
OUS STRING FIGURES (U.S. CLS. 22, 23, 38 AND 50). 

FIRST USE 3-0-1993; IN COMMERCE 3-0-1993. 





SECTION 2.—INTERNATIONAL CLASSIFICATION 


The short titles associated below with the international class numbers are terms designed merely for quick identification and 
are not an official part of the international classification. The full names of international classes are given in section 6.1 of the 


trademark rules of practice. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


Application in one class 


CLASS 7—MACHINERY 


2,029,370. HERZOG AG, 9116 WOLFERTSWIL, SWITZER- 
LAND. SN74-697,530. FILED P.R. 7-5-1995; AM. S.R. 
5-6-1996. 


HERZOG 


PRIORITY CLAIMED UNDER SEC. 44D) ON SWIT- 
ZERLAND APPLICATION NO. 3255/1995.2, FILED 
3-24-1995, REG. NO. 417082, DATED 3-24-1995, EXPIRES 
3-24-2015. 

FOR FILTERS USED IN PLASTIC PROCESSING MA- 
CHINES; VALVES AND METAL NOZZLES AS PARTS 
OF MACHINES (U.S. CLS. 13, 19, 21, 23, 31, 34 AND 35). 


CLASS 9—ELECTRICAL AND SCIENTIFIC 
APPARATUS 


2,029,358. R & R PRODUCTIONS, BENSENVILLE, IL. 
SN74-561,122. FILED P.R. 8-15-1994; AM. S.R. 10-8-1996. 


OWNER OF U.S. REG. NO. 1,661,993. 

FOR PRERECORDED CASSETTE TAPES FEATURING 
MUSIC (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 7-11-1994; IN COMMERCE 7-11-1994. 
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CLASS 9—(Continued). 


2,029,362. CAERE CORPORATION, LOS GATOS, CA. 
SN74-675,810. FILED P.R. 5-17-1995; AM. S.R. 8-30-1996. 


ADAPTIVE RECOGNITION 
TECHNOLOGY 


FOR COMPUTER SOFTWARE FEATURING OPTICAL 
CHARACTER RECOGNITION TO CONNECT BUSINESS 
DOCUMENTS AND OTHER DOCUMENTS TO AN ELEC- 
TRONIC FORMAT (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 3-0-1995; IN COMMERCE 3-0-1995. 


2,029,374. US ONLINE, INC, REDMOND, WA. 
SN74-709,064. FILED P.R. 7-31-1995; AM. S.R. 7-1-1996. 


US ONLINE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “ONLINE”, APART FROM THE MARK AS SHOWN. 
FOR COMPUTER SOFTWARE FOR FINDING SITES 
ON THE GLOBAL COMPUTER NETWORK OF INTER- 
EST TO THE USER (U.S. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 7-24-1995; IN COMMERCE 7-24-1995. 


2,029,377. SONY KABUSHIKI KAISHA, TA SONY CORPO- 
RATION, TOKYO, JAPAN. SN74-716,421. FILED P.R. 
8-16-1995; AM. S.R. 5-20-1996. 


»Ccam 


FOR VIDEO CAMERAS TO BE CONNECTED WITH 
PERSONAL COMPUTERS (US. CLS. 21, 23, 26, 36 AND 38). 
FIRST USE 10-1-1995; IN COMMERCE 10-1-1995. 
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CLASS 9—(Continued). 


2,029,379. ZIMMER, DOUGLAS J., DELTONA, FL, AS- 
SIGNEE OF GRIMM, PATRICIA E., DELTONA, FL. 
SN74-723,643. FILED P.R. 8-31-1995; AM. S.R. 9-23-1996. 


BUSTY BABES 


FOR ENTERTAINMENT, PICTORIAL AND GRAPHICS 
ORIENTED COMPUTER PROGRAMS ON CD-ROM FOR 
USE IN VIEWING ADULT-ORIENTED PICTURES ON A 
PERSONAL COMPUTER (U.S. CLS. 21, 23, 26, 36 AND 38). 

FIRST USE 8-17-1995; IN COMMERCE 8-17-1995. 


2,029,388. DYNA-QUEST TECHNOLOGIES, INC., SUD- 
BURY, MA. SN75-038,512. FILED P.R. 12-29-1995; AM. 
S.R. 5-17-1996. 


GRANT ADMINISTRATOR 


FOR COMPUTER SOFTWARE PROGRAM FOR USE IN 
GRANT ACCOUNTING PERFORMED BY OFFICE MAN- 
AGERS OR DEPARTMENT ADMINISTRATORS IN UNI- 
VERSITIES, HOSPITALS, OR ANY COMPANIES OR IN- 
STITUTIONS WHICH RECEIVE GOVERNMENT 
FUNDED RESEARCH GRANTS (U.S. CLS. 21, 23, 26, 36 
AND 38). 

FIRST USE 5-10-1996; IN COMMERCE 5-10-1996. 


CLASS 11—ENVIRONMENTAL CONTROL 
APPARATUS 


2,029,391. C. A. LITZLER COMPANY, INC., CLEVE- 
LAND, OH. SN75-046,759. FILED P.R. 1-22-1996; AM. 
S.R. 8-15-1996. 


PERFECT FLOAT 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “FLOAT”, APART FROM THE MARK AS SHOWN. 

FOR DRYING OVENS FOR PAPER, FILM, AND FOIL 
(U.S. CLS. 13, 21, 23, 31 AND 34). 

FIRST USE 2-1-1996; IN COMMERCE 2-1-1996. 


2,029,408. COLLINS INTERNATIONAL CO., LTD., FAIR 
LAWN, NJ. SN75-975,054. FILED P.R. 4-18-1994; AM. S.R. 
9-26-1996. 


HOLIDAY BRIGHTS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “HOLIDAY”, APART FROM THE MARK AS 
SHOWN. 

FOR ELECTRIC LIGHTS, NAMELY, STRING LIGHT- 
ING COMPRISING LIGHT BULBS IN SOCKETS CON- 
NECTED BY WIRING, AND LIGHTED DECORATIONS, 
FOR USE ON CHRISTMAS TREES, WREATHS, AND 
OTHER HOLIDAY DECORATIONS (U.S. CLS. 13, 21, 23, 31 
AND 34). 

FIRST USE 6-0-1995; IN COMMERCE 6-0-1995. 
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CLASS 16—PAPER GOODS AND PRINTED 
MATTER 


2,029,361. BEST PRACTICES BENCHMARKING & CON- 
SULTING, INC., CHAPEL HILL, NC. SN74-668,401. 
FILED P.R. 5-1-1995; AM. S.R. 4-17-1996. 


BEST PRACTICES 
BENCHMARKING 


FOR PRINTED EDUCATIONAL MATERIALS RELAT- 
ING TO INDUSTRIAL ORGANIZATION, CORPORATE 
MANAGEMENT AND CORPORATE GOVERNANCE (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 1-0-1991; IN COMMERCE 5-14-1991. 


2,029,378. WANG, ROGER H., IRVINE, CA. SN74-721,948. 
FILED P.R. 8-28-1995; AM. S.R. 9-23-1996. 


RAPID CODER 


FOR PLASTIC-LAMINATED LETTER-SIZED PAPER 
SHEET PRINTED ON BOTH SIDES WITH A NUMBER OF 
INTERNATIONAL CLASSIFICATION OF DISEASES 
CODES SPECIALLY SELECTED FOR THE USERS OF 
THE SHEET TO FACILITATE THE USER TO OBTAIN 
THE DESIRED CODES IN A QUICK MANNER IN ORDER 
TO REDUCE TIME WASTED IN LOOKING UP SUCH 
CODES IN THE REGULAR CODING BOOKS (U.S. CLS. 2, 
5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 6-1-1995; IN COMMERCE 6-1-1995. 


2,029,380. IN-FISHERMAN, INC., BRAINERD, MN. 
SN74-737,188. FILED P.R. 6-1-1995; AM. S.R. 9-30-1996. 


CATFISH GUIDE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GUIDE”, APART FROM THE MARK AS SHOWN. 

FOR MAGAZINES ABOUT FISHING (U.S. CLS. 2, 5, 22, 
23, 29, 37, 38 AND 50). 

FIRST USE 1-0-1996; IN COMMERCE 1-0-1996. 


2,029,381. PROCTER & GAMBLE COMPANY, THE, CIN- 
CINNATI, OH. SN75-003,542. FILED P.R. 10-10-1995; AM. 
S.R. 8-1-1996. 


PHARMACY DIGEST 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “DIGEST”, APART FROM THE MARK AS SHOWN. 

FOR PERIODICAL NEWSLETTER FOR PHARMACISTS 
(U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 9-9-1995; IN COMMERCE 9-9-1995. 
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CLASS 16—(Continued). 


2,029,384. PAMELA DRAKE IMPORTS, INC., DBA 
SNAKE & THINGS, BERKELEY, CA. SN75-007,602. 
FILED P.R. 10-19-1995; AM. S.R. 9-30-1996. 


PAINT-A-HABITAT 


FOR HOBBY CRAFT KITS CONSISTING PRIMARILY 
OF PRINTED INSTRUCTIONS AND CRAFT MATERIALS 
FOR CREATING A DISPLAY SIMULATING AN ENVI- 
RONMENT FOR ANIMALS AND/OR CHARACTERS (U.S. 
CLS. 2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 4-15-1996; IN COMMERCE 4-15-1996. 


2,029,386. TIME INC., NEW YORK, NY. SN75-020,616. 
FILED P.R. 11-15-1995; AM. S.R. 10-28-1996. 


OBJECTS OF DESIRE 


FOR MAGAZINE DEPARTMENT FEATURING INFOR- 
MATION ABOUT FOODSTUFFS, FLOWERS, GARDEN 
SUPPLIES, FASHION ACCESSORIES, JEWELRY AND 
DECORATIVE ITEMS (U.S. CLS. 2, 5, 22, 23, 29, 37, 38 AND 
50). 

FIRST USE 6-0-1994; IN COMMERCE 6-0-1994. 


2,029,399. ADVISORY BOARD COMPANY, THE, WASH- 
INGTON, DC. SN75-095,619. FILED P.R. 4-29-1996; AM. 
S.R. 11-1-1996. 


OPERATIONS AND 
TECHNOLOGY COUNCIL 


FOR PUBLICATIONS IN THE FORM OF REPORTS 
CONCERNING FINANCIAL SERVICES ORGANIZATION 
OPERATIONS AND MANAGEMENT (US. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 0-0-1993; IN COMMERCE 0-0-1993. 


2,029,402. ADVISORY BOARD COMPANY, THE, WASH- 
INGTON, DC. SN75-095,886. FILED P.R. 4-29-1996; AM. 
S.R. 11-1-1996. 


COUNCIL OF 
INTERNATIONAL 
HOSPITALS 


FOR PUBLICATIONS IN THE FORM OF REPORTS 
CONCERNING HOSPITAL AND HEALTH CARE 
SYSTEM OPERATIONS AND MANAGEMENT (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 0-0-1993; IN COMMERCE 0-0-1993. 


U.S. PATENT AND TRADEMARK OFFICE 


CLASS 16—(Continued). 


2,029,405. ADVISORY BOARD COMPANY, THE, WASH- 
INGTON, DC. SN75-095,889. FILED P.R. 4-29-1996; AM. 
S.R. 11-1-1996. 


THE HEALTH CARE 
INDUSTRY COMMITTEE 


FOR PUBLICATIONS IN THE FORM OF REPORTS 
CONCERNING HOSPITAL AND HEALTH CARE 
SYSTEM OPERATIONS AND MANAGEMENT (U.S. CLS. 
2, 5, 22, 23, 29, 37, 38 AND 50). 

FIRST USE 0-0-1992; IN COMMERCE 0-0-1992. 


2,029,406. ADVISORY BOARD COMPANY, THE, WASH- 
INGTON, DC. SN75-095,896. FILED P.R. 4-29-1996; AM. 
S.R. 11-1-1996. 


COUNCIL ON FINANCIAL 
COMPETITION 


FOR PUBLICATIONS IN THE FORM OF REPORTS 
CONCERNING FINANCIAL SERVICES ORGANIZATION 
OPERATIONS AND MANAGEMENT (USS. CLS. 2, 5, 22, 23, 
29, 37, 38 AND 50). 

FIRST USE 0-0-1993; IN COMMERCE 0-0-1993. 


CLASS 20—FURNITURE AND ARTICLES NOT 
OTHERWISE CLASSIFIED 


2,029,359. BLEACHER RECLINER CORPORATION, 
SPRINGFIELD, IL. SN74-583,261. FILED P.R. 10-7-1994; 
AM. S.R. 4-29-1996. 


BLEACHER RECLINER 


FOR ATTACHABLE BLEACHER SEATS (U.S. CLS. 2, 
13, 22, 25, 32 AND 50). 
FIRST USE 1-1-1993; IN COMMERCE 1-1-1993. 


CLASS 22—CORDAGE AND FIBERS 


2,029,396. NEW WEST PRODUCTS, INC., MENLO PARK, 
CA. SN75-072,965. FILED P.R. 3-14-1996; AM. S.R. 
8-29-1996. 


SPACE SAVER BAG 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BAG”, APART FROM THE MARK AS SHOWN. 

FOR EVACUTABLE, RESEALABLE STORAGE BAGS 
MADE OF NYLON AND POLYETHYLENE WITH A 
VALVE MADE OF POLYETHYLENE AND A CLOSURE 
SYSTEM MADE OF ABS PLASTIC (US. CLS. 1, 2, 7, 19, 22, 
42 AND 50). 

FIRST USE 2-10-1996; IN COMMERCE 2-10-1996. 
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CLASS 25—CLOTHING CLASS 28—(Continued). 


2,029,394. NEDERLANDSE DASSENFABRIEK MIC-RO 2,029,383. PRO KENNEX, INC., SAN DIEGO, CA. 
VERKOOP B.V., 2908 LC CAPELLE AAN DEN IJSSEL, SN75-007,085. FILED P.R. 10-16-1995; AM. SR. 
NETHERLANDS. SN75-071,556. FILED P.R. 3-12-1996; 10-11-1996. 


AM. S.R. 9-12-1996. 


MICHAELIS 


OWNER OF BENELUX REG. NO. 412272, DATED 
9-4-1985, EXPIRES 9-4-2005. 

FOR FOOTWEAR, HEADWEAR AND CLOTHING, 
NAMELY, TIES, SCARVES, AND OTHER NECKWEAR 


(U.S. CLS. 22 AND 39). 


THE STIPPLING SHOWN IN THE DRAWING IS IN- 
TENDED TO INDICATE SHADING AND NOT COLOR. 
THE FEATURE OF THE GOODS REPRESENTED BY 
DASHED LINING IS NOT A FEATURE OF THE MARK, 
BUT IS PRESENTED TO SHOW THE LOCATION OF THE 
MARK ON THE GOODS. 
THE MARK CONSISTS OF THREE CONCAVE SUR- 
2,029,407. UNITED PRODUCTS, INC., DANBURY, CT. FACES AT THE BOTTOM OF THE GOLF CLUB HEAD, 
SN75-099,223. FILED P.R. 5-6-1996; AM. S.R. 10-28-1996. _ WITH THE TWO SECTIONS CLOSEST TO THE CLUB 
FACE BEING DARKLY SHADED. 
FOR GOLF CLUBS (U.S. CLS. 22, 23, 38 AND 50). 
FIRST USE 2-28-1995; IN COMMERCE 2-28-1995. 


STAIN FREE 


FOR DRESS SHIELDS (U.S. CLS. 22 AND 39). 
FIRST USE 4-26-1996; IN COMMERCE 4-26-1996. 2,029,409. EX TERRA FOUNDATION, THE, EDMONTON, 
ALBERTA T5J 4A1, CANADA. SN75-975,395. FILED P.R. 


11-16-1992; AM. S.R. 4-29-1996. 


CLASS 28—TOYS AND SPORTING GOODS 


2,029,373. CLIFF KEEN WRESTLING PRODUCTS, INC., 
DBA CLIFF KEEN ATHLETIC, ANN ARBOR, MI. 
SN74-707,457. FILED P.R. 6-26-1995; AM. S.R. 10-24-1996. 


AIR BRACE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BRACE”, APART FROM THE MARK AS SHOWN. 

FOR KNEE PADS FOR ATHLETIC USE (U.S. CLS. 22, PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA 
23, 38 AND 50). APPLICATION NO. 709,769, FILED 7-27-1992, REG. NO. 

FIRST USE 1-31-1992; IN COMMERCE 1-31-1992. 427507, DATED 5-20-1994, EXPIRES 5-20-2009. 
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CLASS 28—(Continued). 


FOR BALLOONS, BATH TOYS, BATTERY-OPERATED 
MECHANICAL ACTION AND/OR ELECTRICAL TOYS, 
RIDE-ON BEACH TOYS, BOARD GAMES, DOLLS, EDU- 
CATIONAL TOYS, ELECTRONIC GAMES, FLYING 
DISKS, HAND-HELD VIDEO GAMES, MODEL KITS FOR 
ANIMALS, SKELETONS, CARS, BOATS, AND AIR- 
PLANES, INFLATABLE BATH AND/OR RIDE-ON TOYS, 
JIGSAW PUZZLES, COSTUME MASKS, MECHANICAL 
TOYS, MUSICAL TOYS, PLASTIC TOYS, REMOTE-CON- 
TROL MODEL TOYS, NAMELY, ANIMALS, SKELETONS, 
CARS, BOATS, AND AIRPLANES, RIDE-ON TOYS, 
STUFFED TOYS, TOY WATCHES, HAND-HELD UNITS 
FOR PLAYING VIDEO GAMES AND/OR VIDEO GAME 
MACHINES AND/OR VIDEO OUTPUT GAMES, WIND- 
UP TOYS, BUBBLE-BLOWING GAMES (USS. CLS. 22, 23, 
38 AND 50). 


CLASS 32—LIGHT BEVERAGES 


2,029,366. BROOKLYN BOTTLING CORP., BROOKLYN, 
NY. SN74-685,987. FILED P.R. 6-8-1995; AM. S.R. 
10-16-1996. 


THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 

THE MARK CONSISTS OF A BAND OF SEPARATE 
SKEWED EMBOSSED OR INDENTED GLASS RECTAN- 
GULAR ELEMENTS EXTENDING AROUND THE CIR- 
CUMFERENCE OF THE BOTTOM OF THE BOTTLE BE- 
TWEEN A LARGER AND SMALLER CIRCULAR BEAD, 
WHICH INCLUDES THE BOTTOM OF THE CONTAINER. 

FOR CARBONATED AND NON-CARBONATED SOFT 
DRINKS (U.S. CLS. 45, 46 AND 48). 

FIRST USE 4-0-1995; IN COMMERCE 4-0-1995. 
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SERVICE MARKS 


CLASS 35—ADVERTISING AND BUSINESS 


2,029,364. BRITISH AMERICAN BUSINESS COUNCIL, 
INC., WASHINGTON, DC. SN74-676,914. FILED P.R. 
5-19-1995; AM. S.R. 8-5-1996. 


BRITISH AMERICAN 
BUSINESS COUNCIL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BUSINESS COUNCIL”, APART FROM THE MARK 
AS SHOWN. 

FOR PROMOTING BUSINESS AND COMMERCE BE- 
TWEEN THE UNITED KINGDOM AND THE UNITED 
STATES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 11-0-1993; IN COMMERCE 2-0-1994. 


2,029,395. HRSTRATEGIES, INC., DETROIT, MI. 
SN75-072,456. FILED P.R. 3-14-1996; AM. S.R. 11-6-1996. 


APPLICANT PROFILE 


FOR HUMAN RESOURCES MANAGEMENT SERVICES 
IN CONNECTION WITH THE SELECTION OF NEW EM- 
PLOYEES (U.S. CLS. 100, 101 AND 102). 

FIRST USE 7-24-1995; IN COMMERCE 7-24-1995. 


CLASS 36—INSURANCE AND FINANCIAL 


2,029,369. HARTFORD FIRE INSURANCE COMPANY, 
HARTFORD, CT. SN74-690,163. FILED P.R. 6-12-1995; 
AM. S.R. 2-20-1996. 


WORLDWIDE 
TRANSPORTATION POLICY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “POLICY”, APART FROM THE MARK AS SHOWN. 
FOR PROPERTY AND CASUALTY INSURANCE UN- 
DERWRITING SERVICES (U.S. CLS. 100, 101 AND 102). 
FIRST USE 2-0-1995; IN COMMERCE 2-0-1995. 
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2,029,393. MARY I. GOVONI AND KAREN I. COTTON, 
BOTH U.S. CITIZENS, JEAN E. KINLOCK, A CITIZEN 
OF CANADA AND BRIAN D. DAVIS, A CITIZEN OF 
UNITED KINGDOM, AS TRUSTEES OF THE INTER- 
NATIONAL FUND FOR ANIMAL WELFARE, YAR- 
MOUTHPORT, MA. SN75-069,093. FILED P.R. 3-7-1996; 
AM. S.R. 3-7-1996. 


PET RESCUE 


FOR CHARITABLE FUND RAISING SERVICES FOR 
ANIMAL WELFARE (U.S. CLS. 100, 101 AND 102). 
FIRST USE 3-0-1995; IN COMMERCE 3-0-1995. 


CLASS 38—COMMUNICATION 


2,029,355. CRUISE HOLIDAYS INTERNATIONAL, INC., 
SAN DIEGO, CA, BY ASSIGNEE OF LONDON, J. MI- 
CHAEL, SAN DIEGO, CA. SN74-512,218. FILED P.R. 
4-6-1994; AM. S.R. 6-27-1996. 


CRUISE VACATION 
NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “NETWORK”, APART FROM THE MARK AS 
SHOWN. 

FOR CABLE TELEVISION BROADCASTING (U.S. CLS. 
100, 101 AND 104). 

FIRST USE 5-17-1996; IN COMMERCE 5-17-1996. 


2,029,382. PREMIERE RADIO NETWORKS, INC., SHER- 
MAN OAKS, CA. SN75-004,027. FILED P.R. 10-11-1995; 
AM. S.R. 8-5-1996. 


NATIONWIDE RADIO 
NETWORK 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RADIO NETWORK”, APART FROM THE MARK AS 
SHOWN. 

FOR RADIO BROADCASTING SERVICES (U.S. CLS. 
100, 101 AND 104). 

FIRST USE 11-0-1993; IN COMMERCE 11-0-1993. 


CLASS 40—MATERIAL TREATMENT 


2,029,371. INDUSTRIAL MODERN PATTERN & MOLD 
CORP., ROSEMONT, IL. SN74-699,700. FILED P.R. 
7-11-1995; AM. S.R. 9-19-1996. 


THIN WALL RIM 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “RIM”, APART FROM THE MARK AS SHOWN. 

FOR PLASTIC MOLDING SERVICES TO THE CUSTOM 
ORDER OF OTHERS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 5-2-1995; IN COMMERCE 5-18-1996. 


OFFICIAL GAZETTE 


JANUARY 7, 1997 


CLASS 40—(Continued). 


2,029,392. MIDWEST SEWING, INC., WESTFIELD, IN. 
SN75-054,417. FILED P.R. 2-7-1996; AM. S.R. 10-16-1996. 


MIDWEST SEWING 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SEWING”, APART FROM THE MARK AS SHOWN. 

FOR MANUFACTURING TEXTILE PRODUCTS FOR 
OTHERS (U.S. CLS. 100, 103 AND 106). 

FIRST USE 11-10-1995; IN COMMERCE 11-10-1995. 


CLASS 42—MISCELLANEOUS SERVICES 


2,029,360. MCGLINCHEY STAFFORD LANG, NEW OR- 
LEANS, LA, BY MERGER AND CHANGE OF NAME 
FROM MCGLINCHEY STAFFORD LANG, NEW ORLE- 
ANS, LA. AND FIRST NATIONAL BANKER’S BANK, 
BATON ROUGE, LA. SN74-598,462. FILED P.R. 
11-14-1994; AM. S.R. 10-10-1995. 


THE COMPLIANCE CENTER 


FOR PROVIDING ACCESS TO A DIAL IN COMPUTER 
BULLETIN BOARD SERVICE FOR BANKING INFORMA- 
TION (U.S. CLS. 100 AND 101). 

FIRST USE 9-16-1994; IN COMMERCE 9-16-1994. 


2,029,365. JKH EVENTS, INC., LOS ANGELES, CA. 
SN74-684,439. FILED P.R. 6-5-1995; AM. S.R. 9-30-1996. 


THE GAY GOURMET 


FOR ORGANIZING AND CONDUCTING SOCIAL 
EVENTS AND ACTIVITIES FOR GAY MEN, NAMELY, 
DINNERS AND BRUNCHES (U.S. CLS. 100 AND 101). 

FIRST USE 3-16-1995; IN COMMERCE 3-16-1995. 


2,029,367. AESTHETIC SURGICAL IMAGES, P.C., 
OMAHA, NE. SN74-687,287. FILED P.R. 6-12-1995; AM. 
S.R. 6-24-1996. 


SPECIALISTS IN THE ART 
& SCIENCE OF COSMETIC 
SURGERY 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COSMETIC SURGERY”, APART FROM THE MARK 
AS SHOWN. 

FOR PLASTIC AND RECONSTRUCTIVE SURGICAL 
SERVICES BY BOARD CERTIFIED PLASTIC AND RE- 
CONSTRUCTIVE SURGEONS (U.S. CLS. 100 AND 101). 

FIRST USE 11-1-1995; IN COMMERCE 11-1-1995. 
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2,029,385. MARRIOTT INTERNATIONAL, INC., WASH- 
INGTON, DC. SN75-010,975. FILED P.R. 10-25-1995; AM. 
S.R. 9-11-1996. 


QUICK BITES 


FOR HOTEL AND RESTAURANT SERVICES (U.S. CLS. 
100 AND 101). 
FIRST USE 11-11-1994; IN COMMERCE 11-11-1994. 


2,029,387. GANNETT CO., INC., ARLINGTON, VA. 
SN75-022,675. FILED P.R. 11-21-1995; AM. S.R. 9-4-1996. 


NEVADANET 


FOR COMPUTER SERVICES, NAMELY, PROVIDING 
THE PUBLIC ACCESS TO A GLOBAL COMPUTER NET- 
WORK CONTAINING INFORMATION ABOUT ENTER- 
TAINMENT, RECREATION, EVENTS, LODGING, REAL 
ESTATE, EMPLOYMENT AND CLASSIFIED ADVER- 
TISEMENTS (U.S. CLS. 100 AND 101). 

FIRST USE 8-1-1995; IN COMMERCE 8-1-1995. 


2,029,389. SUMNER GROUP, INC., THE, ATLANTA, GA. 
SN75-042,956. FILED P.R. 1-16-1996; AM. S.R. 9-16-1996. 


THE SUMNER GROUP, INC. 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “GROUP, INC.”, APART FROM THE MARK AS 
SHOWN. 

FOR SOFTWARE DEVELOPMENT FOR GOVERN- 
MENT, BUSINESS, AND HOME USERS; RETAIL SERV- 
ICES IN THE FIELD OF COMPUTER SOFTWARE (U.S. 
CLS. 100 AND 101). 

FIRST USE 11-1-1995; IN COMMERCE 11-1-1995. 


2,029,397. ADVISORY BOARD COMPANY, THE, WASH- 
INGTON, DC. SN75-095,497. FILED P.R. 4-29-1996; AM. 
S.R. 11-1-1996. 


CORPORATE LEADERSHIP 
COUNCIL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUNCIL”, APART FROM THE MARK AS SHOWN. 
FOR RESEARCH SERVICES FOR OTHERS IN THE 
FIELD OF HUMAN RESOURCES (U.S. CLS. 100 AND 101). 
FIRST USE 0-0-1994; IN COMMERCE 0-0-1994. 
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2,029,398. ADVISORY BOARD COMPANY, THE, WASH- 
INGTON, DC. SN75-095,612. FILED P.R. 4-29-1996; AM. 
S.R. 11-1-1996. 


MEDICAL LEADERSHIP 
COUNCIL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUNCIL”, APART FROM THE MARK AS SHOWN. 

FOR RESEARCH SERVICES FOR OTHERS IN THE 
FIELD OF HOSPITAL AND HEALTH CARE SYSTEM OP- 
ERATIONS, BOTH CLINICAL AND MANAGERIAL (U.S. 
CLS. 100 AND 101). 

FIRST USE 4-11-1995; IN COMMERCE 4-11-1995. 


2,029,400. ADVISORY BOARD COMPANY, THE, WASH- 
INGTON, DC. SN75-095,876. FILED P.R. 4-29-1996; AM. 
S.R. 11-1-1996. 


THE HEALTH CARE 
INDUSTRY COMMITTEE 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COMMITTEE”, APART FROM THE MARK AS 
SHOWN. 

FOR RESEARCH SERVICES FOR OTHERS IN THE 
FIELD OF HOSPITAL AND HEALTH CARE SYSTEM OP- 
ERATIONS AND MANAGEMENT (U.S. CLS. 100 AND 
101). 

FIRST USE 0-0-1992; IN COMMERCE 0-0-1992. 


2,029,401. ADVISORY BOARD COMPANY, THE, WASH- 
INGTON, DC. SN75-095,881. FILED P.R. 4-29-1996; AM. 
S.R. 11-1-1996. 


OPERATIONS AND 
TECHNOLOGY COUNCIL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUNCIL”, APART FROM THE MARK AS SHOWN. 

FOR RESEARCH SERVICES FOR OTHERS IN THE 
FIELD OF FINANCIAL SERVICES ORGANIZATION OP- 
ERATIONS AND MANAGEMENT (U.S. CLS. 100 AND 
101). 

FIRST USE 0-0-1993; IN COMMERCE 0-0-1993. 


2,029,403. ADVISORY BOARD COMPANY, THE, WASH- 
INGTON, DC. SN75-095,887. FILED P.R. 4-29-1996; AM. 
S.R. 11-1-1996. 


COUNCIL ON FINANCIAL 
COMPETITION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUNCIL”, APART FROM THE MARK AS SHOWN. 
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FOR RESEARCH SERVICES FOR OTHERS IN THE 
FIELD OF FINANCIAL SERVICES ORGANIZATION OP- 
ERATIONS AND MANAGEMENT (U.S. CLS. 100 AND 
101). 

FIRST USE 0-0-1993; IN COMMERCE 0-0-1993. 


2,029,404. ADVISORY BOARD COMPANY, THE, WASH- 
INGTON, DC. SN75-095,888. FILED P.R. 4-29-1996; AM. 
S.R. 11-1-1996. 


COUNCIL OF 
INTERNATIONAL 
HOSPITALS 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COUNCIL”, APART FROM THE MARK AS SHOWN. 

FOR RESEARCH SERVICES FOR OTHERS IN THE 
FIELD OF HOSPITAL AND HEALTH CARE SYSTEM OP- 
ERATIONS AND MANAGEMENT (U.S. CLS. 100 AND 
101). 

FIRST USE 0-0-1993; IN COMMERCE 0-0-1993. 


JANUARY 7, 1997 





TRADEMARK REGISTRATIONS RENEWED 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to icati filed on or after that date. For adoption of international classification see notice 


applications 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


112,883. 
113,738. 
341,564. 
614,284. 
615,484. 
621,069. 
621,666. 
621,723. 
623,260. 
629,970. 
633,394. 
634,747. 
635,742. 
636,462. 
637,791. 
637,819. 
638,511. 
640,925. 
643,567. 
1,002,625. 
1,002,682. 
1,006,661. 
1,018,393. 
1,023,918. 
1,024,354. 
1,025,237. 
1,026,539. 
1,027,175. 
1,030,610. 


1,030,736. 


SYLPHON. U.S. CL. 26. (INT. CL. 6). REG. 
10-3-1916. 

HUTHER AND DESIGN. U.S. CL. 23. (INT. CL. 
7). REG. 10-31-1916. 

POLIDENT. U.S. CL. 51. (INT. CLS. 3 AND 6). 
REG. 12-15-1936. 

SMITSVONK. U.S. CL. 21. (INT. CLS. 9 AND 11). 
REG. 10-18-1955. 

STROUT. U.S. CL. 
11-1-1955. 

WRAPLOCK (STYLIZED). U.S. CL. 13. (INT. CL. 
6). REG. 2-14-1956. 

TEMPO (STYLIZED). U.S. CL. 16. (INT. CL. 2). 
REG. 2-21-1956. 

PARA-LOUVER (BLOCK FORM). U.S. CL. 21. 
(INT. CL. 11). REG. 2-21-1956. 

GMAC (BLOCK FORM). U.S. CL. 102. (INT. CL. 
36). REG. 3-13-1956. 

BRUNER (BLOCK FORM). U.S. CL. 31. (INT. CL. 
11). REG. 7-3-1956. 

TUPPERWARE (STYLIZED). U.S. CL. 2. (INT. 
CL. 21). REG. 8-28-1956. 

JET SEAL AND DESIGN. U.S. CL. 16. (INT. CL. 
2). REG. 9-25-1956. 

VET-KEM. U.S. CL. 6. (INT. CL. 5). REG. 
10-16-1956. 

STANLEY (STYLIZED). U.S. CL. 29. (INT. CL. 
21). REG. 10-30-1956. 

SOUTH MAID AND DESIGN. USS. CL. 43. (INT. 
CL. 23). REG. 11-27-1956. 

LIQUI-FRY. U.S. CL. 46. (INT. CL. 29). REG. 
11-27-1956. 

TRU-CHROME (BLOCK FORM). U.S. CL. 44. 
(INT. CL. 5). REG. 12-11-1956. 

MOORMABOOST. U.S. CL. 18. (INT. CL. 5). REG. 
2-5-1957. 

HYDR-O-FLEX (BLOCK FORM). U.S. CL. 23. 
(INT. CL. 12). REG. 4-2-1957. 

KEILTEX. INT. CL. 7. (U.S. CL. 23). REG. 
1-28-1975. 

AUTOSENSE. INT. CL. 9. (U.S. CL. 26). REG. 
1-28-1975. 

MARIA GALLAND (STYLIZED). U.S. CL. 51. 
(INT. CL. 3). REG. 3-11-1975. 

SYNCHRO-PAC. INT. CL. 9. (U.S. CL. 21). REG. 
8-19-1975. 

GUARANTEE SYSTEM AND DESIGN. INT. CL. 
37. (U.S. CL. 103). REG. 10-28-1975. 

MINI-BLEND. U.S. CL. 2. (INT. CL. 20). REG. 
11-4-1975. 

PHO-VI. INT. CL. 
11-18-1975. 

PRONG-LOCK. INT. CL. 6. (U.S. CL. 13). REG. 
12-9-1975. 

ERI-LYTE. INT. CL. 5. (U.S. CL. 18). REG. 
12-16-1975. 

GENTEX AND DESIGN. INT. CLS. 9 AND 17. 
(U.S. CLS. 26 AND 42). REG. 1-20-1976. 

HYVIZ. INT. CL. 12. (U.S. CL. 19). REG. 
1-20-1976. 


102. (INT. CL. 36). REG. 


16. (U.S. CL. 38). REG. 


1,031,860. 
1,033,568. 


1,034,597. 
1,035,289. 


1,035,333. 
1,035,697. 
1,036,513. 
1,037,215. 
1,038,289. 
1,038,528. 
1,039,559. 
1,039,992. 


1,040,330. 


1,041,346. 
1,041,698. 


1,042,210. 
1,042,547. 


1,042,701. 
1,043,301. 
1,044,067. 
1,044,580. 
1,044,599. 
1,044,628. 
1,044,736. 
1,044,868. 
1,046,062. 
1,047,573. 
1,047,826. 


1,048,004. 


LSM. INT. CL. 1. (U.S. CL. 6). REG. 2-3-1976. 

NU NU FOODS. INT. CL. 5. (U.S. CL. 18). REG. 
2-17-1976. 

AMBI. INT. CL. 3. (U.S. CL. 51). REG. 3-2-1976. 


MOLDCAST. INT. CL. 11. (U.S. CL. 21). REG. 
3-9-1976. 


JPC (STYLIZED). INT. CL. 16. (US. CL. 38). 
REG. 3-9-1976. 

NORTRON (STYLIZED). INT. CL. 9. (US. CL. 
26). REG. 3-16-1976. 

PERGOPAK. INT. CL. 2. (US. CL. 6. REG. 
3-30-1976. 

BETANEX. INT. CL. 5. (U.S. CL. 6. REG. 
4-6-1976. 


USNSCC AND DESIGN. INT. CL. 41. (U.S. CL. 
107). REG. 4-20-1976. 


EVEREST. INT. CL. 25. (U.S. CL. 22). REG. 
4-27-1976. 


HYMERGIBLE. INT. CL. 7. (U.S. CL. 23). REG. 
5-18-1976. 


DRAGON’S MILK. INT. CL. 5. (U.S. CL. 46). 
REG. 5-25-1976. 

NTA NATIONAL TAXIDERMISTS ASSOCIA- 
TION AND DESIGN. U.S. CL. 200. REG. 
5-25-1976. 


GUSDORF. INT. CL. 20. (U.S. CL. 32). REG. 
6-15-1976. 


BIEN AIR (STYLIZED). INT. CL. 10. (U.S. CL. 
44). REG. 6-22-1976. 

NSK. INT. CL. 10. (U.S. CL. 44). REG. 6-29-1976. 

FLYS-OFF (STYLIZED). U.S. CL. 6. (INT. CL. 5). 
REG. 6-29-1976. 


THERMINOX. INT. CL. 7. (U.S. CL. 23). REG. 
7-6-1976. 


TRAKRANE AND DESIGN. INT. CL. 7. (U.S. CL. 
23). REG. 7-13-1976. 

MOTO GUZZI AND DESIGN. INT. CL. 12. (U.S. 
CL. 19). REG. 7-20-1976. 

SPRED LUSTRE. INT. CL. 2. (U.S. CL. 16). REG. 
7-27-1976. 

MARIELLE. INT. CL. 3. (U.S. CLS. 51 AND 52). 
REG. 7-27-1976. 

DURAPAK. INT. CL. 6. (U.S. CL. 
7-27-1976. 

HOFFMAN MODULATION CONTRAST. INT. 
CL. 9. (U.S. CL. 26). REG. 7-27-1976. 

SKY RESTAURANT. INT. CL. 18. (U.S. CL. 3). 
REG. 7-27-1976. 

MONSOON. INT. CL. 29. (U.S. CL. 46). REG. 
8-10-1976. 

BUHLER. INT. CL. 9. (U.S. CL. 21). REG. 
9-7-1976. 

CHALONE VINEYARD AND DESIGN. INT. CL. 
33. (U.S. CL. 47). REG. 9-7-1976. 

DYSAN. INT. CLS. 7, 9, 40 AND 42. (U.S. CLS. 13, 
19, 21, 23, 26, 31, 34, 35, 100, 101, 103 AND 106). 
REG. 9-14-1976. 


1). REG. 
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1,048,172. 
1,048,284. 
1,048,306. 
1,048,358. 
1,048,869. 
1,049,143. 


1,049,219. 


1,050,322. 
1,050,332. 
1,050,494. 
1,050,585. 
1,051,466. 
1,051,682. 
1,051,726. 
1,051,817. 
1,051,867. 
1,052,179. 
1,052,181. 
1,052,202. 
1,052,328. 
1,052,372. 
1,052,745. 
1,052,974. 
1,053,076. 


1,053,109. 


FRENCH STAR. INT. CL. 25. (U.S. CL. 39). REG. 
9-14-1976. 

FIRST ALABAMA (STYLIZED). INT. CL. 36. 
(U.S. CL. 102). REG. 9-14-1976. 

CLEP. INT. CL. 41. (WS. CL. 
9-14-1976. 

DIALEC. INT. CL. 1. 
9-21-1976. 

CWP AND DESIGN. INT. CL. 7. (U.S. CLS. 13, 19, 
21, 23, 31, 34 AND 35). REG. 9-28-1976. 

SIZZLIN (BLOCK FORM). INT. CL. 29 ONLY. 
(U.S. CL. 46). REG. 9-28-1976. 

MISCELLANEOUS DESIGN. INT. CLS. 41 AND 
42. (U.S. CLS. 100, 101 AND 107). REG. 
9-28-1976. 

EARTHWATCH. INT. CL. 41. (U.S. CL. 
REG. 10-12-1976. 

INSYTE. INT. CL. 42. (U.S. CLS. 100 AND 101). 
REG. 10-12-1976. 

SERFILCO. INT. CL. 7. (U.S. CLS. 23 AND 31). 
REG. 10-19-1976. 

SHOWERSPA (STYLIZED). INT. CL. 11. (US. 
CL. 13). REG. 10-19-1976. 

KLIMAT MASTER. INT. CL. 37. (U.S. CL. 103). 
REG. 10-26-1976. 

PERCOCET. INT. CL. 5. (U.S. CL. 
11-2-1976. 

CINCOM. INT. CL. 9. (U.S. CLS. 21, 23, 26, 36 
AND 38). REG. 11-2-1976. 

STERISHEET. INT. CL. 16. (U.S. CL. 37). REG. 
11-2-1976. 

ANDERSEN PERMA-SHIELD. INT. CL. 19. (U.S. 
CL. 12). REG. 11-2-1976. 

AMERICA’S FINEST LITHOGRAPHER. 
CL. 35. (U.S. CL. 101). REG. 11-2-1976. 

“A SKILLED CARE RESIDENCE”. INT. CL. 42. 
(U.S. CL. 100). REG. 11-2-1976. 

PECARD AND DESIGN. INT. CLS. 3 AND 4. 
(U.S. CLS. 6 AND 52). REG. 11-9-1976. 

ISO-GARD. INT. CL. 9. (U.S. CL. 26). REG. 
11-9-1976. 

HERVEX. INT. CL. 
11-9-1976. 

LYNAL. INT. CL. 5. 
11-16-1976. 

ACCUDART AND DESIGN. INT. CL. 28. (U.S. 
CL. 22). REG. 11-16-1976. 

RESCUE ROOTER AND DESIGN. INT. CL. 37. 
(U.S. CL. 103). REG. 11-16-1976. 

SWISS CHALET BAR-B-Q (STYLIZED). INT. CL. 
42. (U.S. CL. 100). REG. 11-16-1976. 


107). REG. 


(U.S. CL. 6. REG. 


107). 


18). REG. 


INT. 


15. (U.S. CL. 36). REG. 


(U.S. CL. 18). REG. 
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1,053,446. 


1,053,485. 


1,053,583. 
1,053,785. 
1,053,932. 
1,054,282. 
1,054,949. 
1,054,959. 
1,055,114. 
1,055,870. 
1,056,228. 
1,057,014. 
1,057,291. 
1,057,579. 
1,057,869. 
1,058,250. 
1,059,398. 
1,059,462. 
1,059,669. 
1,061,541. 
1,061,887. 
1,062,470. 
1,062,487. 
1,063,441. 


1,063,599. 
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THE DRINK PEOPLE. INT. CL. 42. (U.S. CL. 
100). REG. 11-23-1976. 

PECARD NEVER LEAK AND DESIGN. INT. 
CLS. 3 AND 4. (U.S. CLS. 6 AND 52). REG. 
11-30-1976. 

QUADRILITE 4000. INT. CL. 10. (U.S. CL. 44). 
REG. 11-30-1976. 

HAPPY JOE’S PIZZA & ICE CREAM PARLOR. 
INT. CL. 42. (U.S. CL. 100). REG. 11-30-1976. 

BOBBER. INT. CL. 17. (U.S. CLS. 1, 5, 12, 13, 35 
AND 50). REG. 12-7-1976. 

ROCKFORD. INT. CL. 14. (U.S. CL. 27). REG. 
12-14-1976. 

*TRAWLEX’. INT. CL. 6. (U.S. CL. 13). REG. 
12-28-1976. 

STYLE-A-RAIL. INT. CL. 6. (U.S. CL. 12). REG. 
12-28-1976. 

MISCELLANEOUS DESIGN. INT. CL. 20. (US. 
CL. 50). REG. 12-28-1976. 

ALCON. INT. CLS. 3, 5 AND 10 ONLY. (U.S. 
CLS. 6, 18, 44, 46, 51 AND 52). REG. 1-11-1977. 

FRANK LEWIS (STYLIZED). INT. CL. 31. (U.S. 
CL. 46). REG. 1-11-1977. 

DOUGH IT YOURSELF. INT. CL. 16. (U.S. CL. 
38). REG. 1-25-1977. 

LACT-A-BAC. INT. CL. 1. (U.S. CL. 46). REG. 
2-1-1977. 

MISCELLANEOUS DESIGN. INT. CL. 16. (U.S. 
CL. 38). REG. 2-1-1977. 

ALL AMERICAN AND DESIGN. INT. CL. 31. 
(U.S. CL. 46). REG. 2-1-1977. 

TRUFLO. INT. CL. 7. (U.S. CL. 23). REG. 
2-8-1977. 

PRINCE MARCO BORGHESE (STYLIZED). INT. 
CL. 26. (U.S. CL. 40). REG. 2-15-1977. 

BEAUTIFUL. INT. CL. 29. (U.S. CL. 46). REG. 
2-15-1977. 

FIFTH QUARTER. INT. CL. 42. (U.S. CL. 100). 
REG. 2-15-1977. 

ELECTRO-PAYOFF. INT. CL. 7. (U.S. CL. 23). 
REG. 3-22-1977. 

COUNTRY KITCHEN. INT. CL. 42. (U.S. CL. 100). 
REG. 3-22-1977. 

DIAMOND AND DESIGN. INT. CL. 39. (U.S. CL. 
105). REG. 3-29-1977. 

CINCOM. INT. CL. 42. (U.S. CLS. 100 AND 101). 
REG. 3-29-1977. 

CURTIS AND DESIGN. INT. CL. 29. (U.S. CL. 
46). REG. 4-12-1977. 

SAF-LOK. INT. CL. 20. (U.S. CL. 50). REG. 
4-12-1977. 
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1,505,494. 


1,513,320. 
1,528,432. 
1,528,892. 


1,534,958. 
1,541,789. 
1,541,932. 


1,545,495. 
1,546,682. 


1,548,450. 
1,553,250. 


1,555,276. 
1,556,371. 
1,565,532. 
1,565,589. 
1,567,859. 


1,572,539. 


1,572,878. 
1,573,072. 
1,574,530. 


1,575,022. 
1,575,502. 


1,576,536. 
1,576,906. 


1,576,927. 
1,577,591. 


1,578,860. 
1,579,051. 


1,580,410. 
1,584,662. 


1,585,197. 
1,586,225. 


1,588,437. 


SECTION 8 


CRISTINA SORLI AND DESIGN. INT. CLS. 3 
AND 41. REG. 9-27-1988. 


PRISTINIUM. INT. CL. 5. REG. 11-22-1988. 
BIG CHUCK’S. INT. CL. 28. REG. 3-7-1989. 


BABY MISS OF AMERICA AND DESIGN. INT. 
CL. 41. REG. 3-7-1989. 


LEBLANCO. INT. CL. 37 ONLY. REG. 4-18-1989. 

OO-LA-LA. INT. CL. 31. REG. 5-30-1989. 

ROYAL GORGE AND DESIGN. INT. CL. 41. 
REG. 5-30-1989. 

BON TON. INT. CL. 30 ONLY. REG. 6-27-1989. 


SECURITY COMMAND CENTER. INT. CL. 35. 
REG. 7-4-1989. 


SMART STARTER. INT. CL. 28. REG. 7-18-1989. 


FINELINE WOODWORKING AND DESIGN. 
INT. CL. 37. REG. 8-22-1989. 


MAX’S OPERA CAFE. INT. CL. 42. REG. 
9-5-1989. 


WEL-PREP 5. INT. CL. 1. REG. 9-19-1989. 
HELIAK. INT. CL. 8. REG. 11-14-1989. 


VALUE ENGINEERED COMPONENTS. 
CLS. 9, 12, 37 AND 42. REG. 11-14-1989. 


AMERICA’S LOOK IS COVER GIRL. INT. CL. 3. 
REG. 11-28-1989. 


IPEX INTERNATIONAL PRODUCT  EX- 
CHANGE AND DESIGN. INT. CL. 42. REG. 
12-19-1989. 


ANCHOR-IT AND DESIGN. INT. CLS. 6 AND 20. 
REG. 12-26-1989. 


MISCELLANEOUS DESIGN. INT. CLS. 9 AND 
16. REG. 12-26-1989. 


TOW THE OILFIELD WORKSTATION AND 
DESIGN. INT. CL. 9. REG. 1-2-1990. 


PHOENIX. INT. CL. 20. REG. 1-2-1990. 

BUY SELL AND DESIGN. INT. CL. 36. REG. 
1-2-1990. 

BACK ALLEY. INT. CL. 25. REG. 1-9-1990. 


GEORGE MASON UNIVERSITY. INT. CL. 41. 
REG. 1-9-1990. 


KILLBILLY. INT. CL. 41. REG. 1-9-1990. 


THE S.A.F.E SYSTEM. INT. CL. 10. REG. 
1-16-1990. 


TILCHE. INT. CL. 11. REG. 1-23-1990. 

CP CASEPLAQUE (STYLIZED). INT. CL. 20. 
REG. 1-23-1990. 

N-BLOCTIN. INT. CL. 34. REG. 1-30-1990. 

MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
2-27-1990. 

ALASKAN STROLLER-PACK. 
REG. 2-27-1990. 

J.P. SWIFT’S (STYLIZED). INT. CL. 42. REG. 
3-6-1990. 


GOODFELLOW (STYLIZED). INT. CL. 9 ONLY. 
REG. 3-27-1990. 


INT. 


INT. CL. 12. 


1,588,438. 
1,590,144. 
1,596,999. 
1,597,001. 


1,597,002. 
1,597,003. 


1,597,004. 
1,597,006. 


1,597,011. 
1,597,014. 


1,597,017. 
1,597,018. 
1,597,021. 
1,597,022. 
1,597,024. 


1,597,028. 
1,597,029. 
1,597,030. 


1,597,033. 


1,597,036. 
1,597,038. 


1,597,044. 
1,597,045. 
1,597,046. 


1,597,049. 
1,597,051. 
1,597,053. 
1,597,056. 
1,597,059. 


1,597,060. 


1,597,063. 
1,597,065. 
1,597,068. 
1,597,069. 
1,597,070. 
1,597,071. 
1,597,072. 
1,597,074. 
1,597,075. 


GOODFELLOW. INT. CL. 9 ONLY. REG. 
3-27-1990. 


A AND DESIGN. INT. CL. 36 ONLY. REG. 
4-3-1990. 


TRUCKER’S CHOICE. INT. CL. 1. 
5-22-1990. 


DANECO. INT. CLS. 1, 4, 6, 7, 9, 11, 16, 17, 19, 31, 
37, 39, 40 AND 42. REG. 5-22-1990. 


DIMACON. INT. CL. 1. REG. 5-22-1990. 


P PYROCAP INC. AND DESIGN. INT. CL. 1. 
REG. 5-22-1990. 


BAYER PROCERAMICS (STYLIZED). INT. CLS. 
1 AND 2. REG. 5-22-1990. 


PANTASOTE. INT. CLS. 1, 9, 20 AND 27. REG. 
5-22-1990. 


STA-BRITE L. INT. CL. 1. REG. 5-22-1990. 


LOCKERMATE (STYLIZED). INT. CL. 1. REG. 
5-22-1990. 


CCC. INT. CL. 1. REG. 5-22-1990. 
AUGMENT. INT. CL. 1. REG. 5-22-1990. 
SPILLSOX. INT. CL. 1. REG. 5-22-1990. 
SHEER GUARD. INT. CL. 1. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 1. REG. 
5-22-1990. 


WHIPGUM. INT. CL. 1. REG. 5-22-1990. 
SEALGUM. INT. CL. 1. REG. 5-22-1990. 


VESTAR (BLOCK FORM). INT. CL. 1. 
5-22-1990. 


LES PRODUITS DES ANCIENS EBENISTES 
AND DESIGN. INT. CLS. 2 AND 3. REG. 
5-22-1990. 


STONE GLASS. INT. CL. 2. REG. 5-22-1990. 
BARE BODS. INT. CL. 3. REG. 5-22-1990. 
REGENIUM. INT. CL. 3. REG. 5-22-1990. 

ELVIS PRESLEY. INT. CL. 3. REG. 5-22-1990. 


SCRATCH OUT AND DESIGN. INT. CL. 3. REG. 
5-22-1990. 


ACTEUR. INT. CL. 3. REG. 5-22-1990. 
SMOKE. INT. CL. 3. REG. 5-22-1990. 
FOLI-THIK. INT. CL. 3. REG. 5-22-1990. 
AFRIQUE. INT. CL. 3. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 3. REG. 
5-22-1990. 


ELECTROTEK SAFETY SOLVENT. INT. CL. 3. 
REG. 5-22-1990. 


WBD-90. INT. CL. 3. REG. 5-22-1990. 
KARAKUM. INT. CL. 3. REG. 5-22-1990. 
RESURFACE. INT. CL. 3. REG. 5-22-1990. 
CRINKLES. INT. CL. 3. REG. 5-22-1990. 

HOT LINKS. INT. CL. 3. REG. 5-22-1990. 

SCOOP. INT. CL. 3. REG. 5-22-1990. 

ZOTOS SHIATSU. INT. CL. 3. REG. 5-22-1990. 
ACCUBLEND. INT. CL. 3. REG. 5-22-1990. 
SPECTRACOTE. INT. CL. 3. REG. 5-22-1990. 


REG. 


REG. 
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1,597,076. 


1,597,077. 
1,597,078. 


1,597,080. 
1,597,082. 
1,597,083. 


1,597,085. 
1,597,088. 


1,597,090. 
1,597,091. 


1,597,093. 
1,597,094. 
1,597,095. 
1,597,096. 


1,597,097. 
1,597,098. 


1,597,101. 
1,597,102. 
1,597,103. 
1,597,104. 
1,597,105. 
1,597,106. 
1,597,109. 
1,597,112. 


1,597,114. 
1,597,116. 
1,597,124. 
1,597,125. 
1,597,126. 
1,597,129. 
1,597,130. 
1,597,131. 
1,597,132. 
1,597,134. 
1,597,135. 
1,597,137. 
1,597,139. 
1,597,140. 
1,597,141. 
1,597,142. 
1,597,144. 
1,597,145. 
1,597,150. 


1,597,151. 
1,597,156. 
1,597,157. 


1,597,158. 
1,597,160. 
1,597,161. 


1,597,164. 
1,597,165. 


1,597,166. 
1,597,169. 


HEATH AND DESIGN. 
5-22-1990. 

TENSION RELIEF. INT. CL. 3. REG. 5-22-1990. 

MAX FACTOR NASHVILLE. INT. CL. 3. REG. 
5-22-1990. 

SKETCHING. INT. CL. 3. REG. 5-22-1990. 

VERI-TRESSES. INT. CL. 3. REG. 5-22-1990. 

TAMIKO AND DESIGN. INT. CL. 3. REG. 
5-22-1990. 

CHROMA-WEAR. INT. CL. 3. REG. 5-22-1990. 

SERIOUS SOLUTIONS. INT. CL. 3. REG. 
5-22-1990. 

CLEARLY YOURS. INT. CL. 3. REG. 5-22-1990. 


ANOTHER FRESH IDEA FROM AIRWICK. INT. 
CLS. 3 AND 5. REG. 5-22-1990. 


DELI-TABS. INT. CL. 3. REG. 5-22-1990. 
BLUSHOMATIC. INT. CL. 3. REG. 5-22-1990. 
DOUBLE THICK. INT. CL. 3. REG. 5-22-1990. 


SOARING TO HEIGHTS NO OTHER CAN 
REACH. INT. CL. 3. REG. 5-22-1990. 


VITAMOL. INT. CL. 3. REG. 5-22-1990. 

LUBRAL AND DESIGN. INT. CL. 4. REG. 
5-22-1990. 

INSTA-LITE. INT. CL. 4. REG. 5-22-1990. 

GOOD STUFF. INT. CL. 4. REG. 5-22-1990. 

TRI-PURE. INT. CL. 4. REG. 5-22-1990. 

MAMITA. INT. CL. 5. REG. 5-22-1990. 

CALFAID. INT. CL. 5. REG. 5-22-1990. 

BIO-BASIC. INT. CL. 5. REG. 5-22-1990. 

ONECTYL. INT. CL. 5. REG. 5-22-1990. 

MUTAFLOR (STYLIZED). INT. CL. 5. REG. 
5-22-1990. 

CAMPYLOSTAT-30. INT. CL. 5. REG. 5-22-1990. 

ES. INT. CL. 5. REG. 5-22-1990. 

LANADRYL. INT. CL. 5. REG. 5-22-1990. 

SEA TREASURE. INT. CL. 5. REG. 5-22-1990. 

VIGORTABS. INT. CL. 5. REG. 5-22-1990. 

DEXATRIM GOLD. INT. CL. 5. REG. 5-22-1990. 

LACTOBIN. INT. CL. 5. REG. 5-22-1990. 

STAKEOUT. INT. CL. 5. REG. 5-22-1990. 

ANTHEM. INT. CL. 5. REG. 5-22-1990. 

FORTY-WINX. INT. CL. 5. REG. 5-22-1990. 

HARK. INT. CL. 5. REG. 5-22-1990. 

ACETOPAK. INT. CL. 5. REG. 5-22-1990. 

ASEPTISWAB. INT. CL. 5. REG. 5-22-1990. 

PFITRON. INT. CL. 5. REG. 5-22-1990. 

GOOD START H.A.. INT. CL. 5. REG. 5-22-1990. 

ACRYLASTIC. INT. CL. 5. REG. 5-22-1990. 

LACULAX. INT. CL. 5. REG. 5-22-1990. 

LACTULAX. INT. CL. 5. REG. 5-22-1990. 


TRENODAL. INT. CLS. 6 AND 9. REG. 
5-22-1990. 


INSURED BY SMITH & WILSON AND DESIGN. 
INT. CLS. 6, 14, 20, 21 AND 25. REG. 
5-22-1990. 


CREATE-A-SPACE. INT. CL. 6. REG. 5-22-1990. 


SOLERA (BLOCK FORM). INT. CL. 6. REG. 
5-22-1990. 


HIGHLAND. INT. CL. 6. REG. 5-22-1990. 
GAUER. INT. CLS. 6 AND 7. REG. 5-22-1990. 


ALUTEAM (STYLIZED). INT. CL. 6. REG. 
5-22-1990. 


GUARD-A-GUTTER. INT. CL. 6. REG. 5-22-1990. 


STEP-ON-IT AND DESIGN. INT. CL. 6. REG. 
5-22-1990. 


SNAPSHOP. INT. CL. 6. REG. 5-22-1990. 
KWIK-KLAMP. INT. CL. 6. REG. 5-22-1990. 


INT. CL. 3. REG. 


OFFICIAL GAZETTE 


1,597,172. 


1,597,176. 
1,597,179. 
1,597,183. 
1,597,185. 


1,597,186. 
1,597,190. 
1,597,193. 
1,597,200. 


1,597,201. 
1,597,202. 
1,597,204. 


1,597,211. 
1,597,215. 


1,597,216. 
1,597,217. 


1,597,219. 


1,597,222. 
1,597,224. 
1,597,226. 


1,597,228. 
1,597,229. 


1,597,230. 


1,597,232. 
1,597,233. 


1,597,235. 


1,597,236. 
1,597,240. 


1,597,241. 


1,597,243. 
1,597,244. 
1,597,248. 


1,597,249. 
1,597,250. 


1,597,251. 
1,597,252. 
1,597,255. 


1,597,257. 


1,597,258. 
1,597,259. 


1,597,261. 


1,597,263. 
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FIZZ-WIZZ. 7 AND 32. REG. 


5-22-1990. 

ROCAST. INT. CLS. 7 AND 11. REG. 5-22-1990. 

OULTON. INT. CLS. 7 AND 9. REG. 5-22-1990. 

VPI AND DESIGN. INT. CL. 7. REG. 5-22-1990. 

STEAMWORKS (STYLIZED). INT. CL. 7. REG. 
5-22-1990. 

BUY-RITE INDUSTRIAL SALES AND DESIGN. 
INT. CL. 7. REG. 5-22-1990. 

NEWTON GRAIN CLEANER. INT. CL. 7. REG. 
5-22-1990. 

HQ AIR (STYLIZED). 
5-22-1990. 

MISCELLANEOUS DESIGN. INT. CL. 8. REG. 
5-22-1990. 

KCB AND DESIGN. INT. CL. 8. REG. 5-22-1990. 

GIFTIES. INT. CL. 8. REG. 5-22-1990. 

EUROPLUS (STYLIZED). INT. CL. 8. REG. 
5-22-1990. 

KAM-LOK. INT. CL. 8. REG. 5-22-1990. 


DAC EASY PAYROLL AND DESIGN. INT. CL. 
9. REG. 5-22-1990. 


LAZAGRAM. INT. CL. 9. REG. 5-22-1990. 

TANTRUM (STYLIZED). INT. CL. 9. REG. 
5-22-1990. 

EPSILON (STYLIZED). 
5-22-1990. 

NET RESULTS. INT. CL. 9. REG. 5-22-1990. 

W AND DESIGN. INT. CL. 9. REG. 5-22-1990. 

OPTIKITS AND DESIGN. INT. CL. 9. REG. 
5-22-1990. 

AGS 3-D. INT. CL. 9. REG. 5-22-1990. 

DATAFLUX. INT. CLS. 9 AND 42. REG. 
5-22-1990. 

FOCAL POINT. INT. CLS. 9 AND 41. 
5-22-1990. 

EXPEDITE 3-D. INT. CL. 9. REG. 5-22-1990. 

AUDIOTEK AND DESIGN. INT. CL. 9. REG. 
5-22-1990. 

DECKS-ERCISE AND DESIGN. 
REG. 5-22-1990. 

THELLER. INT. CL. 9. REG. 5-22-1990. 


CUSTOM LEATHERCRAFT TOOL HOLDSTER. 
INT. CL. 9. REG. 5-22-1990. 


TOUCH OF CARE AUDIO BOUQUET. INT. CL. 
9. REG. 5-22-1990. 


MERGELINK. INT. CL. 9. REG. 5-22-1990. 

ZERO 4F. INT. CL. 9. REG. 5-22-1990. 

FIRE-BASE PHOENIX. INT. CL. 9. 
5-22-1990. 

BIN EYE AND DESIGN. 
5-22-1990. 

GLAMOUR ADVENTURE. INT. CL. 9. REG. 
5-22-1990. 

EWS. INT. CL. 9. REG. 5-22-1990. 

MIND MESSAGES. INT. CL. 9. REG. 5-22-1990. 


CGK COMPUTER GESELLSCHAFT KON- 
STANZ MBH (STYLIZED). INT. CL. 9. REG. 
5-22-1990. 

INTRA AND DESIGN. INT. CL. 9. REG. 
5-22-1990. 

AUTOGRAPH. INT. CL. 9. REG. 5-22-1990. 

BH BREAD ’N HONEY AND DESIGN. INT. CL. 
9. REG. 5-22-1990. 

TRIUMPH AND DESIGN. INT. CL. 9. REG. 
5-22-1990. 

SECTOR TECHNOLOGY AND DESIGN. INT. 
CLS. 9 AND 42. REG. 5-22-1990. 


INT. CLS. 


INT. CL. 7. REG. 


INT. CL. 9. REG. 


REG. 


INT. CL. 9. 


REG. 


INT. CL. 9. REG. 
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1,597,265. 


1,597,266. 
1,597,267. 
1,597,269. 


1,597,270. 
1,597,271. 


1,597,272. 
1,597,274. 


1,597,277. 
1,597,279. 


1,597,280. 
1,597,284. 


1,597,285. 
1,597,287. 


1,597,289. 
1,597,290. 
1,597,292. 


1,597,295. 
1,597,296. 
1,597,297. 


1,597,299. 


1,597,300. 
1,597,305. 
1,597,306. 
1,597,308. 
1,597,309. 


1,597,310. 
1,597,312. 
1,597,313. 
1,597,314. 
1,597,318. 
1,597,322. 


1,597,325. 


1,597,330. 
1,597,337. 
1,597,339. 
1,597,340. 


1,597,345. 
1,597,346. 
1,597,347. 
1,597,348. 
1,597,349. 


1,597,353. 


1,597,355. 
1,597,356. 


1,597,357. 


HUC (BLOCK FORM). INT. CL. 9. REG. 
5-22-1990. 


ELECTRO-LEVL. INT. CL. 9. REG. 5-22-1990. 
NUVO. INT. CL. 9. REG. 5-22-1990. 


W WISHER AND DESIGN. INT. CL. 9. REG. 
5-22-1990. 


PHASE ARC. INT. CL. 9. REG. 5-22-1990. 


NU-VIEW AND DESIGN. INT. CL. 9. REG. 
5-22-1990. 


U.S. EXYCON. INT. CL. 9. REG. 5-22-1990. 


CLASSIC COLORS (STYLIZED). INT. CL. 9. 
REG. 5-22-1990. 


MONEYSPINNER. INT. CL. 9. REG. 5-22-1990. 


THE BOC BATTERY OUTLET AND DESIGN. 
INT. CLS. 9 AND 42. REG. 5-22-1990. 


HARVEST OF SALES. INT. CL. 9. REG. 
5-22-1990. 

AUTOSCORE. INT. CLS. 9 AND 42. REG. 
5-22-1990. 

SDCGARDS. INT. CL. 9. REG. 5-22-1990. 


LAPMATE AND DESIGN. INT. CL. 9. REG. 
5-22-1990. 


NEG-A-MASTER. INT. CL. 9. REG. 5-22-1990. 
JUPITER. INT. CL. 9. REG. 5-22-1990. 


ON SCREEN CUISINE VIDEO GUIDE TO FINE 
DINING AND DESIGN. INT. CL. 9. REG. 
5-22-1990. 


13000. INT. CL. 9. REG. 5-22-1990. 

TRAVELER 35. INT. CL. 9. REG. 5-22-1990. 

BACKSEAT DRIVER. INT. CL. 9. 
5-22-1990. 

WE COME ALIVE WITH SOUND. INT. CL. 9. 
REG. 5-22-1990. 

TEL-AD 2000. INT. CL. 9. REG. 5-22-1990. 

TEQ-TRODES. INT. CL. 10. REG. 5-22-1990. 

“ELIPTIPLANT”. INT. CL. 10. REG. 5-22-1990. 

RELAXPAK. INT. CL. 10. REG. 5-22-1990. 


DIDECO SHILEY AND DESIGN. INT. CL. 10. 
REG. 5-22-1990. 


SWIMLIMB. INT. CL. 10. REG. 5-22-1990. 
SNAP-FIT. INT. CL. 10. REG. 5-22-1990. 
ANCHOR-SUR. INT. CL. 10. REG. 5-22-1990. 
SUR-ANCHOR. INT. CL. 10. REG. 5-22-1990. 
DISCOVER. INT. CL. 10. REG. 5-22-1990. 


DRIPDISK AND DESIGN. INT. CL. 11. REG. 
5-22-1990. 


ELEKTROSUIS (STYLIZED). INT. CL. 11. REG. 
5-22-1990. 

UNI CUBES. INT. CL. 11. REG. 5-22-1990. 

JAZZ. INT. CL. 11. REG. 5-22-1990. 

LIL BELLE. INT. CL. 12. REG. 5-22-1990. 


VAGABOND (STYLIZED). INT. CL. 12. REG. 
5-22-1990. 


DYNATTACH (STYLIZED). INT. CL. 12. REG. 
5-22-1990. 


KLEBER CT 70. INT. CL. 12. REG. 5-22-1990. 
KROOKLOK. INT. CL. 12. REG. 5-22-1990. 
REVERSALERT. INT. CL. 12. REG. 5-22-1990. 


VISA AND DESIGN. INT. CL. 12. REG. 
5-22-1990. 

OLD WEST OUTFITTERS DIRECT MER- 
CHANTS OF AUTHENTIC FRONTIER DRY 
GOODS AND DESIGN. INT. CLS. 13, 18 AND 
25. REG. 5-22-1990. 

SCOOZL. INT. CL. 14. REG. 5-22-1990. 

SOMETHING FOR NOW AND FOREVER. INT. 
CLS. 14 AND 31. REG. 5-22-1990. 

K KRONOJET AND DESIGN. INT. CL. 14. REG. 
5-22-1990. 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,597,358. 


1,597,359. 
1,597,362. 


1,597,364. 


1,597,365. 
1,597,366. 
1,597,367. 
1,597,370. 
1,597,371. 


1,597,372. 
1,597,374. 


1,597,375. 
1,597,376. 


1,597,379. 
1,597,380. 
1,597,385. 


1,597,387. 
1,597,388. 
1,597,389. 
1,597,393. 


1,597,394. 
1,597,395. 


1,597,396. 
1,597,397. 
1,597,400. 
1,597,402. 


1,597,404. 
1,597,407. 


1,597,409. 
1,597,414. 


1,597,417. 
1,597,419. 
1,597,420. 
1,597,422. 
1,597,429. 


1,597,430. 
1,597,431. 


1,597,432. 
1,597,433. 


1,597,434. 
1,597,436. 
1,597,437. 
1,597,438. 
1,597,439. 
1,597,442. 


1,597,444. 
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JIMART (STYLIZED). INT. CLS. 14 AND 20. 
REG. 5-22-1990. 


LAMARQUE. INT. CL. 14. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 14. REG. 
5-22-1990. 


HAS HARD ANGLE STYLES AND DESIGN. 
INT. CL. 14. REG. 5-22-1990. 


NAKED NAILS. INT. CL. 14. REG. 5-22-1990. 
TRAPILLION. INT. CL. 14. REG. 5-22-1990. 

IRIDESCENTS. INT. CL. 14. REG. 5-22-1990. 
MIRROR ROPE. INT. CL. 14. REG. 5-22-1990. 


BALI BRACELETS (STYLIZED). INT. CL. 14. 
REG. 5-22-1990. 


PIERRE BERNARD. INT. CL. 14. REG. 5-22-1990. 


IVAN WATCHES AND DESIGN. INT. CL. 14. 
REG. 5-22-1990. 


ALLER-FREE. INT. CL. 14. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 14. REG. 
5-22-1990. 


FLN. INT. CL. 14. REG. 5-22-1990. 
PSD. INT. CL. 14. REG. 5-22-1990. 


AVANT DE DORMIR. INT. CLS. 16, 18 AND 25. 
REG. 5-22-1990. 


AUSTRALIA’S SURFING LIFE. INT. CL. 16. 
REG. 5-22-1990. 


INNOVISIONS (STYLIZED). INT. CL. 16. REG. 
5-22-1990. 


MISCELLANEOUS DESIGN. INT. CLS. 16 AND 
41. REG. 5-22-1990. 


GREAT BACKGROUNDS. INT. CLS. 16 AND 27. 
REG. 5-22-1990. 


CLEANLINE. INT. CL. 16. REG. 5-22-1990. 


BEHAVIOR BREAKTHROUGH. INT. CL. 16. 
REG. 5-22-1990. 


HU (STYLIZED). INT. CLS. 16 AND 21. REG. 
5-22-1990. 

MISCELLANEOUS DESIGN. INT. CL. 16. REG. 
5-22-1990. 

BEARS REPEATING. 
5-22-1990. 


CUSTOM IDEAS THAT OPEN DOORS. INT. 
CLS. 16 AND 35. REG. 5-22-1990. 


ROLLMATE. INT. CL. 16. REG. 5-22-1990. 


ICELAND OPAQUE. INT. CL. 16. 
5-22-1990. 


ANNIPE’S. INT. CL. 16. REG. 5-22-1990. 


GARY PATTERSON. INT. CL. 16. 
5-22-1990. 


POWER-LEX. INT. CL. 17. REG. 5-22-1990. 
ROCBLOK. INT. CL. 17. REG. 5-22-1990. 
RUBBER PLUSH. INT. CL. 17. REG. 5-22-1990. 
RHINO-PRENE. INT. CL. 17. REG. 5-22-1990. 


ZONE 2000 (BLOCK FORM). INT. CL. 18. REG. 
5-22-1990. 


PUFFILLOW. INT. CL. 18. REG. 5-22-1990. 


KOCOONA AND DESIGN. INT. CL. 18. REG. 
5-22-1990. 


COMPUTA-FOLIO. INT. CL. 18. REG. 5-22-1990. 


DE FRANCE AND DESIGN. INT. CL. 18. REG. 
5-22-1990. 


R AND DESIGN. INT. CL. 18. REG. 5-22-1990. 
DURATEC. INT. CL. 19. REG. 5-22-1990. 
STONEX. INT. CL. 19. REG. 5-22-1990. 

E + G (STYLIZED). INT. CL. 19. REG. 5-22-1990. 
VENTITHERM. INT. CL. 19. REG. 5-22-1990. 


MULTIFLEX (STYLIZED). INT. CL. 19. REG. 
5-22-1990. 


CLIMATIZED. INT. CL. 19. REG. 5-22-1990. 


INT. CL. 16. REG. 


REG. 


REG. 
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1,597,445. 
1,597,447. 
1,597,450. 
1,597,453. 
1,597,454. 
1,597,455. 
1,597,456. 


1,597,457. 
1,597,460. 


1,597,462. 
1,597,463. 
1,597,464. 


1,597,470. 


1,597,471. 


1,597,473. 
1,597,474. 


1,597,479. 
1,597,482. 


1,597,483. 


1,597,484. 
1,597,486. 
1,597,489. 


1,597,491. 
1,597,494. 
1,597,496. 


1,597,499. 
1,597,500. 
1,597,506. 
1,597,508. 
1,597,509. 
1,597,510. 


1,597,511. 


1,597,513. 
1,597,516. 


1,597,517. 
1,597,518. 
1,597,519. 


1,597,520. 
1,597,521. 
1,597,522. 


1,597,523. 
1,597,524. 


1,597,525. 
1,597,526. 


1,597,527. 
1,597,531. 


POWER LOG. INT. CL. 19. REG. 5-22-1990. 
UNICURV. INT. CL. 19. REG. 5-22-1990. 
COMMUNICORE. INT. CL. 20. REG. 5-22-1990. 
TANK TALK. INT. CL. 20. REG. 5-22-1990. 
GINTUZL INT. CL. 20. REG. 5-22-1990. 
DECKMATE. INT. CL. 20. REG. 5-22-1990. 


FUNSTOPS (BLOCK FORM). INT. CL. 20. REG. 
5-22-1990. 


THE LIFT MASTER. INT. CL. 20. REG. 
5-22-1990. 


THE EXECUTIVE EDITION. INT. CL. 20. REG. 
5-22-1990. 


AMBI-TACH. INT. CL. 20. REG. 5-22-1990. 
ENVIRO-BIN. INT. CL. 20. REG. 5-22-1990. 


SPACE MANAGEMENT FOR THE ENTHUSI- 
AST. INT. CL. 20. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 21. REG. 
5-22-1990. 


MEMORIES OF YESTERDAY MABEL LUCIE 
ATTWELL AND DESIGN. INT. CLS. 21 AND 
28. REG. 5-22-1990. 


WHO FRAMED ROGER RABBIT AND DESIGN. 
INT. CL. 21. REG. 5-22-1990. 


BROWNS AND DESIGN. INT. CL. 21. 
5-22-1990. 


PORCELAIN POST. INT. CL. 21. REG. 5-22-1990. 


FAMILY TRADITIONS AND DESIGN. INT. CL. 
21. REG. 5-22-1990. 


COUNTRY ACCENTS AND DESIGN. INT. CL. 
21. REG. 5-22-1990. 


DIMPLE SPOUT. INT. CL. 21. REG. 5-22-1990. 
GRAPESKINS. INT. CL. 21. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 22. REG. 
5-22-1990. 


SPIDY GEAR. INT. CL. 22. REG. 5-22-1990. 
EMBLEM TWILL. INT. CL. 24. REG. 5-22-1990. 


COUNTRY ESTATES. INT. CLS. 24 AND 27. 
REG. 5-22-1990. 


POP OPEN. INT. CL. 24. REG. 5-22-1990. 
POP OUT. INT. CL. 24. REG. 5-22-1990. 
SURFLEX. INT. CL. 24. REG. 5-22-1990. 
ECLIPSE. INT. CL. 24. REG. 5-22-1990. 
ELEMENTS. INT. CL. 24. REG. 5-22-1990. 


NM ONLY AND DESIGN. INT. CL. 25. REG. 
5-22-1990. 


TRUNKS AND DESIGN. INT. CL. 25. REG. 
5-22-1990. 


SYNCRO. INT. CLS. 25 AND 28. REG. 5-22-1990. 


ORIGINAL PAW TOGS AND DESIGN. INT. CL. 
25. REG. 5-22-1990. 


JUTE DE CHINE. INT. CL. 25. REG. 5-22-1990. 
BAMBARA. INT. CL. 25. REG. 5-22-1990. 


UNIVERSAL STUDIOS AND DESIGN. INT. CL. 
25. REG. 5-22-1990. 


BALI AND DESIGN. INT. CL. 25. REG. 
5-22-1990. 


AUSSIE RULES AND DESIGN. INT. CL. 25. 
REG. 5-22-1990. 


LACE INDULGENCE. INT. CL. 25. REG. 
5-22-1990. 


“SKY BALI Il”. INT. CL. 25. REG. 5-22-1990. 

BARBARA HARRIS. INT. CL. 25. REG. 
5-22-1990. 

INGO. INT. CL. 25. REG. 5-22-1990. 


ALLONS DECOUVRIR LE MONDE. INT. CL. 25. 
REG. 5-22-1990. 


LONDON UNDERGROUND. INT. CL. 25. REG. 
5-22-1990. 


B (STYLIZED). INT. CL. 25. REG. 5-22-1990. 


REG. 


OFFICIAL GAZETTE 


1,597,533. 


1,597,534. 
1,597,535. 


1,597,538. 
1,597,539. 
1,597,541. 


1,597,542. 
1,597,544. 
1,597,545. 


1,597,546. 
1,597,549. 
1,597,550. 


1,597,554. 


1,597,555. 
1,597,557. 
1,597,560. 
1,597,564. 


1,597,565. 
1,597,566. 


1,597,567. 
1,597,569. 


1,597,571. 
1,597,572. 
1,597,573. 
1,597,577. 
1,597,580. 


1,597,581. 
1,597,583. 
1,597,584. 


1,597,585. 
1,597,588. 


1,597,589. 
1,597,590. 
1,597,591. 


1,597,592. 


1,597,595. 
1,597,596. 
1,597,597. 


1,597,599. 
1,597,600. 
1,597,601. 
1,597,602. 


1,597,603. 
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WINTER STREET KIDS AND DESIGN. INT. 
CL. 25. REG. 5-22-1990. 


STRIDER. INT. CL. 25. REG. 5-22-1990. 


TAIL TUCKER AND DESIGN. INT. CL. 25. 
REG. 5-22-1990. 


DANIELE FERRADINI AND DESIGN. INT. CL. 
25. REG. 5-22-1990. 


DANFORT (STYLIZED). INT. CL. 25. REG. 
5-22-1990. 


WHITNEY & BROWN. INT. CL. 25. REG. 
5-22-1990. 


BEACH CLUB. INT. CL. 25. REG. 5-22-1990. 
DOWRY BLOUSE. INT. CL. 25. REG. 5-22-1990. 


VINIA AND DESIGN. INT. CL. 25. REG. 
5-22-1990. 


VAN HORN. INT. CL. 25. REG. 5-22-1990. 
P.A.R.O.S.H. INT. CL. 25. REG. 5-22-1990. 


GUESS OF CALIFORNIA AND DESIGN. INT. 
CL. 25. REG. 5-22-1990. 


BAT DOGS AND DESIGN. INT. CL. 25. REG. 
5-22-1990. 


TERRANOVA. INT. CL. 25. REG. 5-22-1990. 
FOUJAN. INT. CL. 25. REG. 5-22-1990. 
GORE-TEX. INT. CL. 25. REG. 5-22-1990. 


ROBERT COMSTOCK AND DESIGN. INT. CL. 
25. REG. 5-22-1990. 


RIKI (STYLIZED). INT. CL. 25. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 25. REG. 
5-22-1990. 


EURO-FLASH. INT. CL. 25. REG. 5-22-1990. 


JJ. BUCKLE BACKS. INT. CL. 25. 
5-22-1990. 


EYES ON CALIFORNIA AND DESIGN. INT. CL. 
25. REG. 5-22-1990. 


STONEFISH AND DESIGN. INT. CL. 25. REG. 
5-22-1990. 


EYE ON U AND DESIGN. INT. CL. 25. REG. 
5-22-1990. 


LEE’S TAE KWON DO. INT. CL. 25. REG. 
5-22-1990. 


GLAMOUR. YOU EITHER HAVE IT OR YOU 
DON’T.. INT. CL. 25. REG. 5-22-1990. 


“SATIN BEAUTY”. INT. CL. 25. REG. 5-22-1990. 
CAP CANAILLE. INT. CL. 25. REG. 5-22-1990. 


CUISINE TEAM. INT. CLS. 25 AND 36. REG. 
5-22-1990. 


SUNCLOUD AND DESIGN. INT. CL. 25. REG. 
5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 25. REG. 
5-22-1990. 


FOOTHOLDERS. INT. CL. 25. REG. 5-22-1990. 
100% KIDS. INT. CL. 25. REG. 5-22-1990. 


NUTMEG ATHLETIC DEPT. AND DESIGN. 
INT. CL. 25. REG. 5-22-1990. 


PIELSA AND DESIGN. INT. CL. 25. REG. 
5-22-1990. 


NET AND DESIGN. INT. CL. 25. REG. 5-22-1990. 
TURBO SPORTS. INT. CL. 25. REG. 5-22-1990. 


ALACHKA (STYLIZED). INT. CL. 25. REG. 
5-22-1990. 


FEMINESSENCE INTIMATE APPAREL. INT. 
CL. 25. REG. 5-22-1990. 


COMPUTER WARRIORS. INT. CL. 25. REG. 
5-22-1990. 


CLOSED ON WEDNESDAY. INT. CL. 25. REG. 
5-22-1990. 


STANDARD EQUIPMENT. INT. CL. 25. REG. 
5-22-1990. 


NO EXIT. INT. CL. 25. REG. 5-22-1990. 


REG. 
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1,597,606. 


1,597,607. 
1,597,610. 
1,597,611. 
1,597,612. 


1,597,613. 
1,597,615. 
1,597,616. 


1,597,617. 
1,597,619. 


1,597,620. 
1,597,623. 
1,597,624. 


1,597,625. 
1,597,629. 
1,597,631. 
1,597,633. 


1,597,634. 
1,597,637. 


1,597,638. 
1,597,639. 


1,597,646. 
1,597,647. 


1,597,653. 
1,597,654. 
1,597,655. 
1,597,656. 
1,597,657. 


1,597,659. 
1,597,663. 


1,597,666. 
1,597,668. 


1,597,669. 
1,597,671. 


1,597,672. 
1,597,674. 
1,597,675. 


1,597,678. 


1,597,682. 
1,597,683. 


1,597,684. 


1,597,686. 
1,597,689. 


TROPICAL FLAVORS. INT. CL. 25. REG. 
5-22-1990. 


FUN FLAVORS. INT. CL. 25. REG. 5-22-1990. 
WARM EVENING. INT. CL. 25. REG. 5-22-1990. 
HEADLINES. INT. CL. 26. REG. 5-22-1990. 


VERY PRETTI...BY SINDI. INT. CL. 26. REG. 
5-22-1990. 


ASHLEY B.. INT. CL. 26. REG. 5-22-1990. 
WALLFORMS. INT. CL. 27. REG. 5-22-1990. 


PERMASTRAND SD. INT. CL. 27. 
5-22-1990. 


UNDERFOOT AND DESIGN. INT. CL. 27. REG. 
5-22-1990. 


THE STAIN ARREST COLLECTION. INT. CL. 
27. REG. 5-22-1990. 


ITONICS. INT. CL. 27. REG. 5-22-1990. 
MY FAVORITES. INT. CL. 28. REG. 5-22-1990. 


TFL POWER GLOVE AND DESIGN. INT. CL. 
28. REG. 5-22-1990. 

MISCELLANEOUS DESIGN. INT. CL. 28. REG. 
5-22-1990. 

PEABODY SNUGGLE PANDA. INT. CL. 28. 
REG. 5-22-1990. 

EVERPOCKET AND DESIGN. INT. CL. 28. REG. 
5-22-1990. 

HEALTHY RECIPES (STYLIZED). INT. CLS. 29 
AND 30. REG. 5-22-1990. 

PO-FIBER. INT. CL. 29. REG. 5-22-1990. 


FITZGERALD’S LITE. INT. CL. 29. REG. 
5-22-1990. 


PACIFIC CATCH. INT. CL. 29. REG. 5-22-1990. 


GOURMET GARNISHES (STYLIZED). INT. CL. 
29. REG. 5-22-1990. 


CRAB CHEF. INT. CL. 29. REG. 5-22-1990. 


HOUDEK KABANOS AND DESIGN. INT. CL. 
29. REG. 5-22-1990. 


PURE BEEF IT’S ANTIBIOTIC & HORMONE 
FREE AND DESIGN. INT. CL. 29. REG. 
5-22-1990. 

IT’S ABOUT TIME.. INT. CL. 29. REG. 5-22-1990. 

VEGETABLES CAROLINA. INT. CL. 29. REG. 
5-22-1990. 

FLAVOR NOTES AND DESIGN. INT. CLS. 29 
AND 30. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 29. REG. 
5-22-1990. 


RIGHT COURSE. INT. CL. 29. REG. 5-22-1990. 


FUNNY FEET AND DESIGN. INT. CL. 29. REG. 
5-22-1990. 


CEBES. INT. CL. 29. REG. 5-22-1990. 


HOT STUFF PIZZA AND DESIGN. INT. CL. 30. 
REG. 5-22-1990. 


FAST TRACK BURGERS-TO-GO AND DESIGN. 
INT. CLS. 30 AND 42. REG. 5-22-1990. 


PASTA PASTA AND DESIGN. INT. CL. 30. 
REG. 5-22-1990. 


POLY-FI. INT. CL. 30. REG. 5-22-1990. 
PUSH CART. INT. CL. 30. REG. 5-22-1990. 


Z ZAZ’S PIZZA AND DESIGN. INT. CL. 30. 
REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 30. REG. 
5-22-1990. 


CANDIFOND. INT. CL. 30. REG. 5-22-1990. 


MR. BROWN’S DOWN HOME AND DESIGN. 
INT. CL. 30. REG. 5-22-1990. 


MORISI’S PASTA AND DESIGN. INT. CL. 30. 
REG. 5-22-1990. 


RAPS. INT. CL. 30. REG. 5-22-1990. 
AFRICAFE. INT. CL. 30. REG. 5-22-1990. 


REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,597,691. 
1,597,692. 
1,597,694. 


1,597,697. 
1,597,699. 


1,597,703. 
1,597,707. 
1,597,708. 
1,597,709. 


1,597,710. 


1,597,713. 
1,597,715. 
1,597,723. 


1,597,725. 
1,597,726. 


1,597,728. 


1,597,729. 
1,597,730. 
1,597,732. 


1,597,734. 
1,597,735. 
1,597,736. 


1,597,738. 
1,597,739. 


1,597,743. 
1,597,744. 


1,597,746. 
1,597,749. 


1,597,753. 


1,597,759. 
1,597,761. 
1,597,762. 
1,597,764. 


1,597,765. 
1,597,766. 
1,597,769. 
1,597,770. 


1,597,771. 


1,597,772. 


1,597,773. 
1,597,774. 
1,597,775. 
1,597,782. 
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BEAR BITES. INT. CL. 30. REG. 5-22-1990. 
CASA DE SALSA. INT. CL. 30. REG. 5-22-1990. 


FERRARA CHOCOLATE ALMOND DELIGHT. 
INT. CL. 30. REG. 5-22-1990. 


RIGHT COURSE. INT. CL. 30. REG. 5-22-1990. 


BAYARD’S FOUR SEASONS. INT. CL. 30. REG. 
5-22-1990. 


MY GUM. INT. CL. 30. REG. 5-22-1990. 
PASTA ALLORA. INT. CL. 30. REG. 5-22-1990. 
WINDSURF. INT. CL. 30. REG. 5-22-1990. 


WAFFLE’S FINE COFFEE AND DESIGN. INT. 
CL. 30. REG. 5-22-1990. 


CROIS-SNAX AND DESIGN. INT. CL. 30. REG. 
5-22-1990. 


MILLS. INT. CL. 30. REG. 5-22-1990. 
BERNADETTPE’S. INT. CL. 30. REG. 5-22-1990. 


HANS’ BRINKER MASTER GARDENER 
SERIES. INT. CL. 31. REG. 5-22-1990. 


CATSANOVA. INT. CL. 31. REG. 5-22-1990. 


ANF ADVANTAGE. INT. CL. 31. 
5-22-1990. 


TEXAS AND DESIGN. INT. CL. 31. 
5-22-1990. 


KOTO. INT. CL. 31. REG. 5-22-1990. 
TROPICAL TREE. INT. CL. 31. REG. 5-22-1990. 


DAY-TO-DAY (STYLIZED). INT. CL. 31. REG. 
5-22-1990. 


FAST TRACK DRINKS-TO-GO AND DESIGN. 
INT. CL. 32. REG. 5-22-1990. 


CRYSTAL AND DESIGN. INT. CL. 32. REG. 
5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 32. REG. 
5-22-1990. 


MAPLE ZAP. INT. CL. 32. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 32. REG. 
5-22-1990. 


SARSI AND DESIGN. INT. CL. 32. REG. 
5-22-1990. 


ADIRONDACK CITRUS FROST. INT. CL. 32. 
REG. 5-22-1990. 


JANE. INT. CL. 32. REG. 5-22-1990. 


FAIRFAX COUNTY (STYLIZED). INT. CL. 33. 
REG. 5-22-1990. 


RIVERBEND VINEYARDS. INT. CL. 33. REG. 
5-22-1990. 


PUFF (STYLIZED). INT. CL. 34. REG. 5-22-1990. 
AVENUE. INT. CL. 34. REG. 5-22-1990. 
COLOURS. INT. CL. 34. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 35. REG. 
5-22-1990. 


S-A-F-E AND DESIGN. INT. CL. 35. REG. 
5-22-1990. 


SCCI AND DESIGN. 
5-22-1990. 


THE AMERICAN AIR SHOW NETWORK. INT. 
CL. 35. REG. 5-22-1990. 


IMPACT MERCHANDISING. INT. CL. 35. REG. 
5-22-1990. 


ADVANCED COMPUTER TECHNOLOGY 
SERVICES. INT. CLS. 35 AND 36. REG. 
5-22-1990. 


CHOICE MEDICAL DISTRIBUTION AND 
DESIGN. INT. CL. 35. REG. 5-22-1990. 


U.S. KIDS. INT. CL. 35. REG. 5-22-1990. 
NFBI. INT. CL. 35. REG. 5-22-1990. 
SWIS. INT. CLS. 35 AND 42. REG. 5-22-1990. 


DATA PREFERENCE. INT. CLS. 35, 37 AND 42. 
REG. 5-22-1990. 


REG. 


REG. 


INT. CL. 35. REG. 
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1,597,784. 
1,597,785. 
1,597,786. 
1,597,787. 
1,597,788. 
1,597,789. 


1,597,791. 
1,597,792. 


1,597,794. 
1,597,796. 
1,597,800. 
1,597,801. 
1,597,802. 
1,597,809. 
1,597,811. 
1,597,814. 
1,597,816. 
1,597,817. 
1,597,818. 
1,597,820. 


1,597,821. 
1,597,822. 


1,597,824. 


1,597,825. 
1,597,826. 
1,597,828. 
1,597,829. 
1,597,830. 
1,597,832. 


1,597,833. 
1,597,834. 


1,597,835. 
1,597,836. 
1,597,837. 
1,597,841. 
1,597,844. 


1,597,846. 
1,597,847. 


1,597,853. 


A TIDY TOWN AND DESIGN. INT. CL. 35. 
REG. 5-22-1990. 

THE CASTING LINE. INT. CL. 35. REG. 
5-22-1990. 

O (STYLIZED). INT. CL. 35. REG. 5-22-1990. 

TEL-A-PARTMENT. INT. CL. 35. REG. 5-22-1990. 

MICROAGE 2000. INT. CL. 35. REG. 5-22-1990. 

PR PERFORMANCE RESEARCH AND DESIGN. 
INT. CL. 35. REG. 5-22-1990. 

STOCKWORKS. INT. CL. 35. REG. 5-22-1990. 

VITALFORCE (STYLIZED). INT. CL. 35. REG. 
5-22-1990. 

RECOUP. INT. CL. 35. REG. 5-22-1990. 

SAVE & PROSPER. INT. CL. 36. REG. 5-22-1990. 

THE PEOPLE OF RYLAND UNDERSTAND 


WHAT MAKES A HOUSE A HOME. INT. 
CLS. 36 AND 37. REG. 5-22-1990. 

PRESIDENT’S GOLD AWARD. INT. CL. 36. 
REG. 5-22-1990. 

KF + R AND DESIGN. INT. CL. 36. REG. 
5-22-1990. 

MISCELLANEOUS DESIGN. INT. CL. 36. REG. 
5-22-1990. 

AB YOUR BRAND OF BANKING (STYLIZED). 
INT. CL. 36. REG. 5-22-1990. 

ALL THE FINANCIAL HELP YOU’LL EVER 
NEED.. INT. CL. 36. REG. 5-22-1990. 

MAKE ME A CHAMPION. INT. CL. 36. REG. 
5-22-1990. 

THE COMFORT YEARS. INT. CL. 36. REG. 
5-22-1990. 


THE SAILBOARD CARD. INT. CL. 36. REG. 
5-22-1990. 

BUILDING TOP PERFORMING BANKS. INT. 
CL. 36. REG. 5-22-1990. 

RED NOSE DAY. INT. CL. 36. REG. 5-22-1990. 

FACT ADVANTAGE AND DESIGN. INT. CL. 
36. REG. 5-22-1990. 


MOTOR TRANSPORTATION SERVICES MTS 
AND DESIGN. INT. CLS. 37 AND 42. REG. 
5-22-1990. 


INTEGRATED ANALYSIS. INT. CLS. 37 AND 
42. REG. 5-22-1990. 


IRS INSURANCE RESTORATION SERVICES 
AND DESIGN. INT. CL. 37. REG. 5-22-1990. 
RX AND DESIGN. INT. CL. 37. REG. 5-22-1990. 


NOOK & CRANNY ORGANIZING SYSTEMS 
AND DESIGN. INT. CLS. 37 AND 42. REG. 
5-22-1990. 


TFI INTERNATIONAL AND DESIGN. INT. CL. 
37. REG. 5-22-1990. 


TSW THE SIGN WASHERS. INT. CL. 37. REG. 
5-22-1990. 


SERVISOURCE. INT. CL. 37. REG. 5-22-1990. 

ARROW AND DESIGN. INT. CL. 37. REG. 
5-22-1990. 

PRIMESOUTH (STYLIZED). INT. CL. 37. REG. 
5-22-1990. 

CAPITOL TELEVISION NETWORK. INT. CL. 
38. REG. 5-22-1990. 

WHERE QUALITY RUNS FULL CIRCUIT. INT. 
CL. 38. REG. 5-22-1990. 

MEETING AMERICA. INT. CL. 39. REG. 
5-22-1990. 

CORPORATE APOLLO. INT. CLS. 39 AND 42. 
REG. 5-22-1990. 

STUDENTSFIRST. INT. CL. 39. REG. 5-22-1990. 

TOUR ALASKA AND DESIGN. INT. CL. 39. 
REG. 5-22-1990. 


FOREVER FLOWERS AND DESIGN. INT. CL. 
40. REG. 5-22-1990. 
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1,597,856. 
1,597,859. 


1,597,860. 
1,597,861. 
1,597,862. 


1,597,863. 
1,597,867. 
1,597,868. 
1,597,869. 
1,597,875. 
1,597,877. 


1,597,880. 
1,597,884. 


1,597,886. 


1,597,888. 
1,597,889. 
1,597,891. 
1,597,892. 
1,597,893. 
1,597,896. 


1,597,898. 
1,597,900. 


1,597,902. 
1,597,903. 


1,597,905. 
1,597,906. 
1,597,907. 
1,597,909. 


1,597,912. 


1,597,915. 
1,597,917. 
1,597,918. 
1,597,920. 


1,597,921. 
1,597,922. 


1,597,926. 
1,597,927. 


1,597,928. 
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UTFO. INT. CL. 41. REG. 5-22-1990. 


BRIGHAM YOUNG UNIVERSITY - PROVO, 
UTAH - 1875 AND DESIGN. INT. CL. 41. 
REG. 5-22-1990. 


P.O.T.Y.. INT. CL. 41. REG. 5-22-1990. 
KID’S OCCASIONS. INT. CL. 41. REG. 5-22-1990. 


THE FARMER’S DAUGHTER PRODUCTIONS 
AND DESIGN. INT. CL. 41. REG. 5-22-1990. 


SYMPHONY OF SPORTS. INT. CL. 41. REG. 
5-22-1990. 


SERVICE STATION (BLOCK FORM). INT. CL. 
41. REG. 5-22-1990. 


MISS OUTTA CONTROL. INT. CL. 41. 
5-22-1990. 


JACKIE RAE. INT. CL. 41. REG. 5-22-1990. 


CRIMEBUSTERS CAMP FIRE BOYS 
GIRLS AND DESIGN. INT. CL. 41. 
5-22-1990. 


THE PUPPET PLAYERS. INT. CL. 41. 
5-22-1990. 


PRECIOUS BLOOD. INT. CL. 41. REG. 5-22-1990. 


CPI VIDEO VISION AND DESIGN. INT. CL. 42. 
REG. 5-22-1990. 


HENRY J. BEAN’S BAR AND GRILL BUT HIS 
FRIENDS ALL CALL HIM HANK AND 
DESIGN. INT. CL. 42. REG. 5-22-1990. 


GCA GOLF CORPORATION OF AMERICA 
AND DESIGN. INT. CL. 42. REG. 5-22-1990. 


CARIBBEAN ZONE “SAFER THAN HEAVEN” 
AND DESIGN. INT. CL. 42. REG. 5-22-1990. 


BOOKS FOR BUSINESS $ AND DESIGN. INT. 
CL. 42. REG. 5-22-1990. 


KOKONUTS (STYLIZED). INT. CL. 42. REG. 
5-22-1990. 


CARITAS CHRISTI AND DESIGN. INT. CL. 42. 
REG. 5-22-1990. 


ARK ANDRE RICHARDSON KING AND 
DESIGN. INT. CL. 42. REG. 5-22-1990. 


CINET. INT. CL. 42. REG. 5-22-1990. 


AVENIR (BLOCK FORM). INT. CL. 42. REG. 
5-22-1990. 


R.A.K. SHOES. INT. CL. 42. REG. 5-22-1990. 


VISTA RECOVERY CENTERS. INT. CL. 42. 
REG. 5-22-1990. 


CURRENT CUTS AMERICA’S CURRENT CUTS 
AND DESIGN. INT. CL. 42. REG. 5-22-1990. 


LACE UP FOR KIDS (STYLIZED). INT. CL. 42. 
REG. 5-22-1990. 


KITCHEN CENTER T AND DESIGN. INT. CL. 
42. REG. 5-22-1990. 


JEANNE’S ROCK & JEWELRY. INT. CL. 42. 
REG. 5-22-1990. 


SAMMY FINES ORIGINAL NEW YORK BAGEL 
MANUFACTURING - CO AND DESIGN. 
INT. CL. 42. REG. 5-22-1990. 


MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
5-22-1990. 


TIARA CLUB AND DESIGN. INT. CL. 42. REG. 
5-22-1990. 


BANKMAX. INT. CL. 42. REG. 5-22-1990. 

RHELP. INT. CL. 42. REG. 5-22-1990. 

LIGHT GIANT. INT. CL. 42. REG. 5-22-1990. 

CROCKETT’S LODGE STAR CITY, W.VA. AND 
DESIGN. INT. CL. 42. REG. 5-22-1990. 

MISCELLANEOUS DESIGN. INT. CL. 42. REG. 
5-22-1990. 

NATURAL PRODUCT SCIENCES AND 
DESIGN. INT. CL. 42. REG. 5-22-1990. 

EYEAR OPTICAL AND DESIGN. INT. CL. 42. 
REG. 5-22-1990. 


REG. 
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1,597,930. 
1,597,933. 
1,597,935. 
1,597,936. 
1,597,937. 
1,597,938. 
1,597,940. 


1,597,941. 
1,597,942. 
1,597,946. 
1,597,948. 


1,597,949. 
1,597,953. 


1,597,954. 


1,597,955. 
1,597,956. 
1,597,958. 


1,597,959. 
1,597,960. 
1,597,964. 
1,597,965. 
1,597,966. 
1,597,967. 
1,597,968. 
1,597,969. 
1,597,970. 
1,597,973. 
1,597,974. 


1,597,975. 


SILVER SKILLET. INT. CL. 42. REG. 5-22-1990. 
BOOKSAVERS. INT. CL. 42. REG. 5-22-1990. 
AMBERWOOD. INT. CL. 42. REG. 5-22-1990. 

IISI (STYLIZED). INT. CL. 42. REG. 5-22-1990. 
DELIFAX. INT. CL. 42. REG. 5-22-1990. 

IISI. INT. CL. 42. REG. 5-22-1990. 


WE UNDERSTAND DOING IT YOURSELF. 
INT. CL. 42. REG. 5-22-1990. 


ND AND DESIGN. INT. CL. 42. REG. 5-22-1990. 
CAMPUS. INT. CL. 42. REG. 5-22-1990. 


WORLD TAE KWON DO ASSOCIATION. U.S. 
CL. 200. REG. 5-22-1990. 


KUNDA. INT. CLS. 9, 
5-22-1990. 


POITIN. INT. CLS. 25 AND 33. REG. 5-22-1990. 


INDUSTRIAL NAMEPLATES. INT. CL. 6. REG. 
5-22-1990. 


WAVERING (STYLIZED). INT. CL. 7. REG. 
5-22-1990. 


ATLANTA SAW. INT. CL. 7. REG. 5-22-1990. 

REMOTE CALLER. INT. CL. 9. REG. 5-22-1990. 

BODYSHOP VIDEO MAGAZINE. INT. CL. 9. 
REG. 5-22-1990. 

SUPER CONSCIOUSNESS. INT. CL. 9. REG. 
5-22-1990. 

MISCELLANEOUS DESIGN. INT. CL. 9. REG. 
5-22-1990. 

HALL OF FAME FOR GRANDMOTHERS. INT. 
CL. 16. REG. 5-22-1990. 

HALL OF FAME FOR FATHERS. INT. CL. 16. 
REG. 5-22-1990. 

SYSTEMS INTEGRATION. INT. CL. 16. REG. 
5-22-1990. 
TRANSPORTATION BUILDER. INT. CL. 
REG. 5-22-1990. 
FIGHTING KNIVES. 
5-22-1990. 

QUICK RESPONSE NEWS. INT. CL. 16. REG. 
5-22-1990. 

HOMEWORLD THIS WEEK. INT. CL. 16. REG. 
5-22-1990. 

MISCELLANEOUS DESIGN. INT. CL. 22. REG. 
5-22-1990. 

CREDIT CARD CRYING TOWEL. INT. CL. 24. 
REG. 5-22-1990. 

CLEMENTI. INT. CL. 24. REG. 5-22-1990. 


16 AND 41. REG. 


16. 


INT. CL. 16. REG. 


U.S. PATENT AND TRADEMARK OFFICE 


1,597,977. 
1,597,978. 


1,597,980. 
1,597,982. 


1,597,983. 
1,597,984. 


1,597,985. 
1,597,986. 
1,597,988. 


1,597,990. 


1,597,991. 


1,597,995. 
1,597,996. 
1,597,997. 
1,597,998. 


1,617,391. 
1,618,665. 
1,619,406. 


1,620,704. 


1,627,999. 
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J.J. MICHAELS. INT. CL. 25. REG. 5-22-1990. 


HINKLE BROTHERS (STYLIZED). INT. CL. 25. 
REG. 5-22-1990. 


HYDEN. INT. CL. 25. REG. 5-22-1990. 


CHOCOLATE HEARTS. INT. CL. 30. REG. 
5-22-1990. 


BLACKENED SPICE MARINADE. INT. CL. 30. 
REG. 5-22-1990. 


PEACHES N CRUST. INT. CL. 30. REG. 
5-22-1990. 


APPLES N CRUST. INT. CL. 30. REG. 5-22-1990. 
BERRIES N CRUST. INT. CL. 30. REG. 5-22-1990. 


NATIONAL PLANT. INT. CL. 35. REG. 
5-22-1990. 


. THE BANK FOR LONG ISLANDERS. INT. CL. 
36. REG. 5-22-1990. 


SUPERSAVER PLAN. INT. CL. 
5-22-1990. 


INTL. INT. CL. 42. REG. 5-22-1990. 
PRO-NURSE. INT. CL. 42. REG. 5-22-1990. 
AUTO LIGHT. INT. CL. 11. REG. 5-22-1990. 


CLINICAL ABSTRACTS FOR NURSE PRACTI- 
TIONERS. INT. CL. 16. REG. 5-22-1990. 

TELERIDER. INT. CLS. 9 AND 39 ONLY. REG. 
10-16-1990. 

GOLD’N GEMS. INT. CL. 
10-23-1990. 

CHAMBERLAIN AND DESIGN. INT. CL. 6 
ONLY. REG. 10-30-1990. 

MISCELLANEOUS DESIGN. INT. CL. 5 ONLY. 
REG. 11-6-1990. 


. ND NEW DESIGN (STYLIZED). INT. CL. 28 
ONLY. REG. 12-18-1990. 


38. REG. 


14 ONLY. REG. 


INADVERTENTLY ISSUED REGISTRATION 


2,008,374 


* = 


NUMBERS 


. FREEDOM NUMBER. INT. CLS. 36 AND 38. 
REG. 10-15-1996. RESTORED TO SN 
75-013,494. 





TRADEMARK REGISTRATIONS AMENDED, 
CORRECTED, ETC. 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 

Any change to the registration will be indicated at the bottom of each entry under ELEMENTS AMENDED, 
CORRECTED OR RESTRICTED. With the exception of changes to the goods and services, additions to the registration will 
appear in asterisks and deletions of the registration will appear in brackets. Elements which are only changed will be listed with 
no punctuation. As to the goods/services statement, amendments to the goods/services will appear in asterisks and deletions will 
appear in brackets. In addition if any change to the goods/services occurs, the element “Goods/Services” will be listed under 


ELEMENTS AMENDED, CORRECTED OR RESTRICTED. 


557,316. REG. 4-8-1952. ESPOMA COMPANY, THE (NEW 
JERSEY CORPORATION), 6 ESPOMA ROAD, MILL- 
VILLE, NJ, 08332, SN 71-607,745. FILED 12-16-1950. 
PRINCIPAL REGISTER. 


ESPOMA 


THE DRAWING IS LINED TO REPRESENT THE 
COLOR RED. 
INT. CL. 1/U.S. CL. 10 

FOR FERTILIZERS. 

FIRST USE 12-0-1930; IN COMMERCE 12-0-1930. 


ELEMENTS AMENDED 
MARK 


1,581,216. REG. 2-6-1990. IGEN, INC. (CALIFORNIA COR- 
PORATION), 16020 INDUSTRIAL DRIVE, GAITHERS- 
BURG, MD, 20877, SN 73-803,622. FILED 5-31-1989. 
PRINCIPAL REGISTER. 


OWNER OF U.S. REG. NO. 1,504,462. 
INT. CL. 9/U.S. CLS. 21 AND 44 

FOR ANALYZER FOR DIAGNOSTIC AND RESEARCH 
ASSAYS. 

FIRST USE 10-17-1988; IN COMMERCE 10-17-1988. 


ELEMENTS CORRECTED 
CITIZENSHIP 
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1,594,647. REG. 5-1-1990. J & D CON ENTERPRISES 
(FLORIDA CORPORATION), DBA TIC TAC DOUGH 
PIZZA, 11300 SHADY LANE, PLANTATION, FL, 33325, 
SN 73-769,573. FILED 12-15-1988. PRINCIPAL REGIS- 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “PIZZA”, APART FROM THE MARK AS SHOWN. 
INT. CL. 42/U.S. CL. 100 

FOR RESTAURANT SERVICES - NAMELY, PIZZA. 

FIRST USE 8-16-1988; IN COMMERCE 8-16-1988. 


ELEMENTS CORRECTED 
*DBA/AKA* 
OWNER NAME 


1,594,813. REG. 5-8-1990. LA PARFUMERIE, INC. (DELA- 
WARE CORPORATION), 750 LEXINGTON AVENUE, 
NEW YORK, NY, 10022, ASSIGNEE OF GALE 
HAYMAN, INC. (CALIFORNIA CORPORATION), CEN- 
TURY CITY, CA, SN 73-814,087. FILED 7-20-1989. PRIN- 
CIPAL REGISTER. 


LINE-LIFT 


INT. CL. 3/U.S. CL. 51 
FOR COSMETICS, NAMELY FACIAL CREAM. 
FIRST USE 5-3-1989; IN COMMERCE 5-3-1989. 


ELEMENTS AMENDED 
MARK 
[DISCLAIMER] 
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1,595,577. REG. 5-8-1990. ANCO MERCHANDISE CO. 
(USA), INC. (MARYLAND CORPORATION), 10312 
CASTLEFIELD STREET, ELLICOTT CITY, MD, 21042, 
SN 73-830,038. FILED 10-10-1989. PRINCIPAL REGIS- 
TER. 


ADORABLE MEMORIES 


INT. CL. 28/U.S. CL. 22 
FOR PORCELAIN COLLECTIBLE DOLLS. 
FIRST USE 9-20-1989; IN COMMERCE 9-20-1989. 


ELEMENTS CORRECTED 
OWNER NAME 


1,603,729. REG. 6-26-1990. TAP PUBLISHING CO. (PART- 
NERSHIP), P.O. BOX 509, 410 W. FOURTH STREET, 
CROSSVILLE, TN, 38557, SN 73-838,222. FILED 
11-13-1989. PRINCIPAL REGISTER. 


TRADEQUIP 
INTERNATIONAL 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “INTERNATIONAL”, APART FROM THE MARK AS 
SHOWN. 

INT. CL. 16/U.S. CL. 38 

FOR PRINTED PUBLICATION; NAMELY, A JOURNAL 
CONTAINING ENERGY EQUIPMENT AND SERVICES 
ADVERTISEMENTS. 

FIRST USE 3-1-1979; IN COMMERCE 3-1-1979. 


ELEMENTS AMENDED 
MARK 


1,604,133. REG. 6-26-1990. SUNNY STATES SEAFOOD, 
INC. (MISSISSIPPI CORPORATION), 1520 WEST JACK- 
SON AVENUE, OXFORD, MS, 38655, ASSIGNEE OF 
JOHN G. MCCURDY (UNITED STATES CITIZEN), DBA 
SUNNY STATES SEAFOOD DISTRIBUTORS, OXFORD, 
MS, SN 73-820,009. FILED 8-18-1989. PRINCIPAL REGIS- 
TER. 


SEAFOOD 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “SEAFOOD”, APART FROM THE MARK AS 
SHOWN. 


U.S. PATENT AND TRADEMARK OFFICE 
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THE LINING IS A FEATURE OF THE MARK AND 
DOES NOT INDICATE COLOR. 
INT. CL. 42/U.S. CLS. 100 AND 101 

FOR DISTRIBUTION SERVICES, NAMELY, DISTRIBU- 
TION OF FRESH AND FROZEN SEAFOOD AT WHOLE- 
SALE [ AND THROUGH SPECIALTY RETAIL OUTLETS 
OFFERING ONLY SEAFOOD]. 

FIRST USE 6-1-1988; IN COMMERCE 6-1-1988. 


ELEMENTS AMENDED 
GOODS/SERVICES 


1,611,755. REG. 8-28-1990. SCALAMANDRE SILKS, INC. 
(NEW YORK CORPORATION), 37-24 24TH STREET, 
LONG ISLAND CITY, NY, 11101, SN 74-025,404. FILED 
P.R. 2-5-1990; AM. S.R. 6-1-1990. SUPPLEMENTAL REG- 
ISTER. 


SKealomanthe 


INT. CL. 24/U.S. CL. 42 

FOR CURTAIN FABRIC, UPHOLSTERY FABRIC AND 
FABRICS FOR USE IN THE MANUFACTURE OF WALL 
COVERINGS. 

FIRST USE 4-0-1946; IN COMMERCE 12-0-1946. 


ELEMENTS CORRECTED 
*OWNER NAME* 
OWNER ADDRESS 


1,615,046. REG. 9-25-1990. UNCLE BEN’S, INC. (DELA- 
WARE CORPORATION), 5721 HARVEY WILSON 
DRIVE, HOUSTON, TX, 77020, SN 73-839,088. FILED 
11-14-1989. PRINCIPAL REGISTER. 


COUNTRY INN 


OWNER OF U.S. REG. NOS. 529,467, 558,025 AND 
OTHERS. 
INT. CL. 29/U.S. CL. 46 
FOR [TUNA FISH IN CANS; SOUP MIXES; VEGETA- 
BLE SIDE DISHES; PREPARED SIDE DISHES CONSIST- 
ING OF POTATOES]. 
,_ FIRST USE 10-12-1989; IN COMMERCE 10-12-1989. 
INT. CL. 30/U.S. CL. 46 
FOR [VEGETABLE SAUCES; STUFFING MIXES; 
COOKIES; SALAD DRESSING; SEASONING/SPICE 
MIXES; PASTA SALAD SIDE DISHES;] PREPARED SIDE 
DISHES CONSISTING [PRIMARILY] OF PASTA [AND 
CUSTARD MIX AND PUDDING MIX]. 
FIRST USE 10-12-1989; IN COMMERCE 10-12-1989. 


ELEMENTS AMENDED 
GOODS/SERVICES 
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1,616,294. REG. 10-2-1990. SCALAMANDRE SILKS, INC. 
(NEW YORK CORPORATION), 37-24 24TH STREET, 
LONG ISLAND CITY, NY, 11101, SN 74-023,021. FILED 
P.R. 1-26-1990; AM. S.R. 6-1-1990. SUPPLEMENTAL 
REGISTER. 


ALBERGO COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

INT. CL. 24/U.S. CL. 42 

FOR COTTON PIECE GOODS AND PIECE GOODS 
USED IN THE MANUFACTURE OF CLOTHING. 

FIRST USE 8-30-1989; IN COMMERCE 9-19-1989. 


ELEMENTS CORRECTED 
*OWNER NAME* 
OWNER ADDRESS 


1,619,977. REG. 10-30-1990. SCALAMANDRE SILKS, INC. 
(NEW YORK CORPORATION), 37-24 24TH STREET, 
LONG ISLAND CITY, NY, 11101, SN 74-023,033. FILED 
1-26-1990. PRINCIPAL REGISTER. 


COTTURA COLLECTION 


NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “COLLECTION”, APART FROM THE MARK AS 
SHOWN. 

INT. CL. 24/U.S. CL. 42 

FOR PIECE GOODS FOR USE IN THE MANUFACTURE 
OF CURTAINS, DRAPES AND WALL COVERINGS. 

FIRST USE 12-28-1989; IN COMMERCE 12-28-1989. 


ELEMENTS CORRECTED 
*OWNER NAME* 
OWNER ADDRESS 


1,639,868. REG. 4-2-1991. OXBORO OUTDOORS, INC. (MIN- 
NESOTA CORPORATION), 13828 LINCOLN STREET 
NORTHEAST, HAM LAKE, MN, 55304, ASSIGNEE OF 
TACKLE MARKETING, INC. ‘A CORPORA- 
TION), DULUTH, MN, SN 74-061,170. FILED 5-18-1990. 
PRINCIPAL REGISTER. 


FAST STRIKE 


INT. CL. 28/U.S. CL. 22 

FOR FISH HOOKS SOLD SEPARATELY; SETS OF 
MULTIPLE HOOKS GANGED TOGETHER TO FORM 
HARNESSES FOR USING SMALL FISH, LARGE FISH, 
CRAWLERS, AND LEECHES FOR BAIT; SPINNERS; 
WIRE LEADERS; AND MONOFILAMENT FISHING 
LINE. 

FIRST USE 2-14-1990; IN COMMERCE 2-19-1990. 


ELEMENTS AMENDED 
MARK 


OFFICIAL GAZETTE 
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1,651,368. REG. 7-23-1991. Q-PANEL LAB PRODUCTS 
CORPORATION (OHIO CORPORATION), 26200 FIRST 
STREET, CLEVELAND, OH, 44145, BY CHANGE OF 
NAME FROM Q-PANEL COMPANY, THE (OHIO COR- 
PORATION), WESTLAKE, OH, SN 74-007,751. FILED 
12-4-1989. PRINCIPAL REGISTER. 


= 


THE MARK CONSISTS OF A Q-SHAPED HOLE IN A 
RECTANGULAR, FLAT TEST PANEL. THE DOTTED 
LINES IN THE DRAWING ARE NOT A PART OF THE 
MARK AND SERVE ONLY TO INDICATE THE RELA- 
TIVE POSITION OF THE MARK. 

SEC. 2(F). 

INT. CL. 9/U.S. CL. 26 

FOR STANDARD TEST PANELS USED AS SUB- 
STRATES FOR TESTING PAINTS, ADHESIVES, COAT- 
INGS, RUST INHIBITORS. 

FIRST USE 6-1-1956; IN COMMERCE 6-1-1956. 


ELEMENTS AMENDED 
*ASSIGNMENT/NAME CHANGE* 


1,867,706. REG. 12-13-1994. LES JEUX JENNICK INC./JEN- 
NICK GAMES INC. (CANADA CORPORATION), 6, 
PARC DROLET, LORETTEVILLE, QUEBEC, CANADA, 
G2B 1W6, BY CHANGE OF NAME FROM PICALLEE 
GAMES INC. (CANADA CORPORATION), VILLAGE- 
DES-HURONS, QUEBEC, CANADA, SN 74-218,111. 
FILED 11-1-1991. PRINCIPAL REGISTER. 


JOK-R-UMMY 


INT. CL. 28/U.S. CL. 22 
FOR CARD GAME. 
FIRST USE 3-0-1988; IN COMMERCE 1-11-1994. 


ELEMENTS AMENDED 
*ASSIGNMENT/NAME CHANGE* 
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1,878,244. REG. 2-7-1995. LIFEFORMS INTERNATIONAL, 
INC. (CALIFORNIA CORPORATION), SUITE 2, 642 
MARTIN AVENUE, ROHNERT PARK, CA, 94928, SN 
74-348,698. FILED 1-15-1993. PRINCIPAL REGISTER. 


COSMOOSE 


INT. CL. 25/U.S. CLS. 22 AND 39 

FOR CLOTHING; NAMELY, [CHILDREN’S T-SHIRTS, 
TANK TOPS, LONGSLEEVE T-SHIRTS, LONGSLEEVE 
MOCK TURTLE NECK T-SHIRTS, COSTUMES, PAJA- 
MAS, ROBES, SLIPPERS, COATS, JACKETS, SLEEP- 
SHIRTS, JOGGING SETS, SWEATSHIRTS AND SWEAT- 
PANTS, CAPS, GLOVES, SUSPENDERS, UNDERCLOTH- 
ING, SKIRTS, TROUSERS, JEANS, HOSIERY, DRESSES, 
ROMPERS, OVERALLS, SHOES, BOOTS, AND BIBS FOR 
BABIES] * SHORTS, HATS, AND ADULTS’ T-SHIRTS *. 

FIRST USE 6-17-1994; IN COMMERCE 6-17-1994. 


ELEMENTS CORRECTED 
GOODS/SERVICES 


1,888,679. REG. 4-11-1995. TORAYA CONFECTIONERY 
LTD. (JAPAN CORPORATION), 4-9-22 AKASAKA 
MINATO-KU, TOKYO 107, JAPAN,, SN 74-345,888. 
FILED 1-5-1993. PRINCIPAL REGISTER. 


OWNER OF U.S. REG. NO. 1,790,842. 

THE JAPANESE CHARACTERS ARE TRANSLATED 
AS “TORAYA”. “TORAYA” MEANS “STORE OF THE 
TIGER” IN ENGLISH. 

INT. CL. 30/U.S. CL. 46 


FOR PASTRIES. 
FIRST USE 11-1-1980; INCOMMERCE 11-1-1980. 


ELEMENTS CORRECTED 
TRANSLATION OF MARK 


U.S. PATENT AND TRADEMARK OFFICE 
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1,898,434. REG. 6-6-1995. TADIRAN ELECTRONIC INDUS- 
TRIES, INC. (DELAWARE CORPORATION), RUBIN 
ICOT CENTER, 5733 MYERLAKE CIRCLE, CLEARWA- 
TER, FL, 34620, SN 74-454,963. FILED P.R. 11-8-1993; 
AM. S.R. 5-27-1994. SUPPLEMENTAL REGISTER. 


INTEGRATED SERVICES 
BUSINESS EXCHANGE 


INT. CL. 38/U.S. CL. 104 

FOR VOICE/DATA TELECOMMUNICATIONS 
SWITCHING AND EXCHANGE SERVICES. 

FIRST USE 1-24-1994; IN COMMERCE 1-24-1994. 


ELEMENTS CORRECTED 
CITIZENSHIP 


REG. 6-20-1995. TORAYA CONFECTIONERY 
GGAPAN CORPORATION), 4-9-22 AKASATA 
107, JAPAN,, SN 74-345,882. 


1,901,337. 
LTD. 
MINATO-KU, TOKYO 


FILED 1-5-1993. PRINCIPAL REGISTER. 


ctw 


J 


THE JAPANESE CHARACTERS ARE TRANSLITERAT- 
ED TO “TORAYA”. “TORAYA” MEANS “STORE OF THE 
TIGER” IN ENGLISH. 

INT. CL. 42/U.S. CLS. 100 AND 101 

FOR TEA ROOM SERVING CONFECTIONERY AND 
RELATED PRODUCTS AND BEVERAGES, A RETAIL 
STORE FEATURING CONFECTIONERY AND RELATED 
PRODUCTS, CATERING AND MAIL ORDER CATALOG 
SERVICES. 

FIRST USE 0-0-1600; IN COMMERCE 11-1-1980. 


ELEMENTS CORRECTED 
TRANSLATION OF MARK 


1,906,816. REG. 7-18-1995. TORAYA CONFECTIONERY 
LTD. (JAPAN CORPORATION), 4-9-22 AKASAKA 
MINATO-KU, TOKYO 107, JAPAN,, SN 74-345,881. 
FILED 1-5-1993. PRINCIPAL REGISTER. 


BRR 


PRIORITY CLAIMED UNDER SEC. 44D) ON JAPAN 
APPLICATION NO. 4-157831, FILED 8-17-1992. 
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NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “TEA SALON”, APART FROM THE MARK AS 
SHOWN. 

THE JAPANESE CHARACTERS ARE TRANSLATED 
AS “TORAYA KARYO”. THE “TORAYA” MEANS 
“STORE OF THE TIGER” IN ENGLISH. “KARYO” 
MEANS “TEA SALON” IN ENGLISH. 

INT. CL. 42/U.S. CLS. 100 AND 101 

FOR TEA ROOM SERVICES SERVING CONFECTION- 
ERY AND RELATED PRODUCTS AND BEVERAGES, 
RETAIL STORE SELLINS CONFECTIONERY AND RE- 
LATED PRODUCTS, CATERING AND MAIL ORDER 
CATALOGUE SERVICES. 

FIRST USE 0-0-1946; IN COMMERCE 4-1-1993. 


ELEMENTS CORRECTED 
TRANSLATION OF MARK 


1,967,326. REG. 4-9-1996. WHISTLER CORPORATION OF 
MASSACHUSETTS (DELAWARE CORPORATION), 16 
ELIZABETH DRIVE, CHELMSFORD, MA, 01824, BY 
ASSIGNMENT AND CHANGE OF NAME FROM WHIS- 
TLER CORPORATION (MASSACHUSETTS CORPORA- 
TION), WESTFORD, MA, SN_ 74-517,885. FILED 
4-28-1994. PRINCIPAL REGISTER. 


BANSHEE 


INT. CL. 12/U.S. CLS. 19, 21, 23, 31, 35 AND 44 
FOR VEHICLE SECURITY SYSTEM, PARTICULARLY, 
ALARMS, REMOTE ENTRY, AND REMOTE LOCATORS. 
FIRST USE 11-0-1994; IN COMMERCE 11-0-1994. 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE* 


1,974,321. REG. 5-14-1996. NAN-YI ENTERPRISE (U.S.A.) 
INC. (CALIFORNIA CORPORATION), 711 WEST 
VALLEY BLVD., #213, ALHAMBRA, CA, 91803, AS- 
SIGNEE OF CHEN, JIAN QING (CHINA CITIZEN), RO- 
SEMEAD, CA, SN 74-573,110. FILED 9-13-1994. PRINCI- 
PAL REGISTER. 


C-LODGEN 


INT. CL. 9/U.S. CLS. 21, 23, 26, 36 AND 38 

FOR AUDIO AND HI-FI EQUIPMENT, NAMELY LOUD- 
SPEAKERS, AMPLIFIERS, MIXERS, EQUALIZERS, RE- 
CEIVERS AND MICROPHONES. 

FIRST USE 6-15-1995; IN COMMERCE 6-15-1995. 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE* 


OFFICIAL GAZETTE 
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1,975,577. REG. 5-28-1996. MARKETRESPONSE AMERS- 
FOORT BV SS CORPORATION), HEL- 
LESTRAAT 12, POSTBUS 1112, 38300 BC AMERSFOORT, 
NETHERLANDS,, SN _ 74-352,368. FILED 1-22-1993. 
PRINCIPAL REGISTER. 


INT. CL. 35/U.S. CLS. 100, 101 AND 102 

FOR NATIONAL AND INTERNATIONAL MARKET 
RESEARCH AND ANALYSIS SERVICES IN THE FIELDS 
OF CONSUMER AND BUSINESS PRODUCTS AND SERV- 
ICES * , EXCLUDING THE INDEPENDENT SALE AND 
DISTRIBUTION OF DEMOGRAPHIC AND MAILING 
LISTS * . 

FIRST USE 4-9-1992; IN COMMERCE 4-9-1992. 


ELEMENTS CORRECTED 
*GOODS/SERVICES* 


1,975,837. REG. 5-28-1996. IC HOLDING COMPANY, INC. 
(NEW YORK CORPORATION), C/O JEFFREY S. 
FRIED, ESQ. SUITE 9800, 1100 CONNECTICUT 
AVENUE, N.W., WASHINGTON, DC, 20036, ASSIGNEE 
OF CHET-5 BROADCASTING, L.P. (NEW YORK LIM- 
ITED PARTNERSHIP), WOODSTOCK, NY, SN 
74-573,030. FILED 9-13-1994. PRINCIPAL REGISTER. 


WOODSTOCK 
BROADCASTING NETWORK 


OWNER OF U.S. REG. NO. 1,860,014. 

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO 
USE “BROADCASTING NETWORK”, APART FROM THE 
MARK AS SHOWN. 

INT. CL. 38/U.S. CLS. 100, 101 AND 104 
FOR RADIO AND TELEVISION BROADCASTING. 
FIRST USE 9-1-1993; IN COMMERCE 9-1-1993. 


ELEMENTS CORRECTED 
*ASSIGNMENT/NAME CHANGE* 
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(Registered; Renewed; Canceled; Amended, Corrected, etc.; New Certificates; 12c Publications.) 


The designation “U.S. Cl.” appearing in this section refers to the U.S. class in effect prior to Sep. 1, 1973 rather than the 
international class which applies to applications filed on or after that date. For adoption of international classification see notice 
in the OFFICIAL GAZETTE of Jun. 26, 1973 (911 O.G. TM 210). 


A & B SEPTIC TANK PUMPING AND SEWER ROOTER 
SERVICE, INC., HOUSTON, TX: 
2,028,360, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 37 AND 40. 
A & M PET PRODUCTS, INC., HOUSTON, TX: 
1,597,725, CANC. INT. CL. 31. 
A CLASSIC TIME WATCH CO., INC., NEW YORK, NY: 
2,028,061, PUB. 10-29-1991. INT. CL. 14. 
A. SMITH BOWMAN DISTILLERY, INC., FREDERICKS- 
BURG, VA: 
1,597,749, CANC. INT. CL. 33. 
AARHUS OLIEFABRIK A/S, ARHUS C, DENMARK: 
1,597,666, CANC. INT. CL. 29. 
AB PARTNER, S-561 24 HUSKVARNA, SWEDEN: 
2,028,774, PUB. 10-15-1996. INT. CL. 7. 
ABBONDANZO, MARIA V., COLUMBUS, GA, DBA FOR- 
EVER FLOWERS: 
1,597,853, CANC. INT. CL. 40. 
ABBOTT BANK, THE, ALLIANCE, NE: 
1,597,811, CANC. INT. CL. 36. 
ABBOTT LABORATORIES, ABBOTT PARK, IL: 
2,029,261, INT. CL. 5. 
ABBOTT, JAMIE OWEN, MESA, AZ, DBA BROMPTON’S 
COCKTAIL: 
2,028,489, PUB. 10-15-1996. INT..CL. 41. 
AC HUMKO CORP., MEMPHIS, TN, ANDERSON, CLAY- 
TON & CO., SHERMAN, TX: 
* 637,819. REN. 11-27-96. U.S. CL. 46 (INT. CL. 29). 
ACHIEVING BETTER CONTROL, INC., GLENSIDE, PA: 
2,028,756, PUB. 10-15-1996. INT. CL. 41. 
ACITO, JAMES P., JR., KINGSPORT, TN: 
2,028,894, PUB. 10-15-1996. INT. CL. 41. 
ACME ACQUISITION HOLDINGS CORP.: See— 
RENTAL SERVICE CORPORATION. 
ACOTHLEY, MELVIN, TUBA CITY, AZ: 
1,597,973, CANC. INT. CL. 22. 
ACTIVE VOICE CORPORATION, SEATTLE, WA: 
2,028,636, PUB. 10-15-1996. INT. CL. 9. 
ACTMEDIA, INC., DARIEN, CT: 
1,597,770, CANC. INT. CL. 35. 
ADAPTIVE OPTICS ASSOCIATES, INC., CAMBRIDGE, 
MA: 
2,028,365, PUB. 10-15-1996. INT. CL. 9. 
ADC TELECOMMUNICATIONS, INC., MINNEAPOLIS, 
MN: 
1,597,837, CANC. INT. CL. 38. 
ADD S.A.S., MILAN, ITALY: 
1,597,385, CANC. MULTIPLE CLASS, INT. CLS. 16, 18 
AND 25. 
ADELINE SOFTWARE INTERNATIONAL, S.A.R.L., 69003 
LYON, FRANCE: 
2,029,202, INT. CL. 28. 
ADHERENCE, INC., CINCINNATI, OH: 
2,028,768, PUB. 10-15-1996. INT. CL. 16. 


ADORIS, INC., ESCONDIDO, CA: 
2,028,739, PUB. 10-15-1996. INT. CL. 38. 


ADPLEX, INC., HOUSTON, TX: 
2,028,751, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
2,028,779, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
2,028,780, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
ADVANCE MAGAZINE PUBLISHERS INC., NEW YORK, 
NY: 
1,597,580, CANC. INT. CL. 25. 


ADVANCED CONTROL SYSTEMS, INC., NORCROSS, 
GA: 


2,028,615, PUB. 10-15-1996. INT. CL. 9. 


ADVANCED VOICE TECHNOLOGIES, INC., NEW YORK, 
NY: 
2,028,245, PUB. 10-15-1996. INT. CL. 38. 
ADVERTISING UNLIMITED, INC., SLEEPY EYE, MN: 
2,028,873, PUB. 10-15-1996. INT. CL. 35. 
ADVISORY BOARD COMPANY, THE, WASHINGTON, 
Dc: 
2,029,397, INT. CL. 42. 
2,029,398, INT. CL. 42. 
2,029,399, INT. CL. 16. 
2,029,400, INT. CL. 42. 
2,029,401, INT. CL. 42. 
2,029,402, INT. CL. 16. 
2,029,403, INT. CL. 42. 
2,029,404, INT. CL. 42. 
2,029,405, INT. CL. 16. 
2,029,406, INT. CL. 16. 


AEGIS ENTERTAINMENT, INC., LA JOLLA, CA, DBA 
WILDSTORM PRODUCTIONS: 


2,028,085, PUB. 10-15-1996. INT. CL. 16. 


AERCO INCORPORATED, CLINTON, MD: 
1,597,573, CANC. INT. CL. 25. 


AESTHETIC SURGICAL IMAGES, P.C., OMAHA, NE: 
2,029,367, INT. CL. 42. 


AGENT OWNED REALTY CO., THE/SERVICES GROUP, 
INC., CHARLESTON, SC: 
2,028,222, PUB. 10-15-1996. INT. CL. 42. 


AGRI-NET, INC., SHERWOOD, OR: 
2,028,189, PUB. 10-15-1996. INT. CL. 42. 
AGRITECH LABORATORIES, INC., GRAND PRAIRIE, 
TX: 
2,028,531, PUB. 7-9-1996. INT. CL. 5. 
AGROTECH, INC., SHERMAN, TX: 
2,029,286, INT. CL. 1. 
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AGWAY INC., SYRACUSE, NY: 
1,597,824, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
AGWAY, INC., SYRACUSE, NY: 
1,590,144, CANC. INT. CL. 36. 
AHLSTROM KAMYR INC., GLEN FALLS, NY: 
2,028,273, PUB. 10-15-1996. INT. CL. 7. 
AIMS LAB, INC., FREMONT, CA: 
2,028,595, PUB. 10-15-1996. INT. CL. 9. 
AIR TECHNIQUES, INC., HICKSVILLE, NY: 
2,029,206, INT. CL. 10. 
AIR 21, INC., FRESNO, CA: 
2,028,762, PUB. 10-15-1996. INT. CL. 39. 
AIR-O-FLEX EQUIPMENT CO., MINNEAPOLIS, MN: 
643,567. REN. 11-27-96. U.S. CL. 23 (INT. CL. 12). 
AIRTOUCH COMMUNICATIONS, INC., SAN FRANCISCO, 
CA: 
2,028,707, PUB. 10-15-1996. INT. CL. 38. 
AIWA CO., LTD., TAITO-KU, TOKYO, JAPAN: 
2,029,104, INT. CL. 9. 
AKTIEBOLAGET CULINAR, FJALKINGE, SWEDEN: 
1,597,634, CANC. INT. CL. 29. 
AKTIESELSKABET JENS VILLADSENS FABRIKER, 
HERLEV, DENMARK: 
1,597,439, CANC. INT. CL. 19. 
ALABAMA FARMERS COOPERATIVE, INC., DECATUR, 
AL: 
2,028,632, PUB. 10-15-1996. INT. CL. 39. 
ALACHKA ORIGINAL DESIGNS INC., BACO RATON, 
FL: 
1,597,597, CANC. INT. CL. 25. 
ALAIN PINEL REALTORS, INC., SARATOGA, CA, DBA 
ALAIN PINEL REALTORS: 
2,028,574, PUB. 10-15-1996. INT. CL. 36. 
ALBANY MOLECULAR RESEARCH, INC., ALBANY, NY: 
2,028,808, PUB. 10-15-1996. INT. CL. 40. 
ALCON LABORATORIES, INC., FORT WORTH, TX, 
ALCON LABORATORIES, INC., FORT WORTH, TX: 
1,055,870. REN. 11-25-96. MULTIPLE CLASS, INT. CLS. 
3, 5 AND 10. 
ALEXANDER JULIAN, INC., NEW YORK, NY: 
1,597,588, CANC. INT. CL. 25. 
ALEXANDER JULIAN, INC., RIDGEFIELD, CT: 
2,028,435, PUB. 10-15-1996. INT. CL. 20. 


ALLACTION SPORTING LTD.: See— 
SHAUN PALMER LTD.. 


ALLEN DATAGRAPH, INC., SALEM, NH: 
2,028,709, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
ALLERGAN, INC., IRVINE, CA: 
1,597,244, CANC. INT. CL. 9. 
ALLIED MANAGEMENT, INC., LIVINGSTON, NJ: 
2,028,624, PUB. 10-15-1996. INT. CL. 33. 
ALLIED METALS CORP., TROY, MI: 
2,028,951, PUB. 10-15-1996. INT. CL. 6. 
ALLIED SYSTEMS COMPANY, SHERWOOD, OR: 
2,028,954, PUB. 10-15-1996. INT. CL. 7. 
ALLIEDSIGNAL INC., MORRISTOWN, NJ: 
2,028,773, PUB. 10-15-1996. INT. CL. 19. 

ALPER, KEITH MICHAEL, ST. LOUIS, MO: 

2,028,806, PUB. 10-15-1996. INT. CL. 35. 

ALPHAOMEGA INFORMATION SYSTEMS INC., UPPER 
MARLBORO, MD: 

2,028,349, PUB. 10-15-1996. INT. CL. 42. 

ALPINA, TOVARNA OBUTVE, D.D., ZIRI, 64226 ZIRI, 
SLOVENIA, TOVARNA OBUTVE “ALPINA”, ZIRI, 
YUGOSLAVIA: 

1,038,528. REN. 11-27-96. INT. CL. 25. 

ALSONS CORPORATION, HILLSDALE, MI, ALSONS 

PRODUCTS CORPORATION, SOMERSET, MI: 
1,050,585. REN. 11-27-96. INT. CL. 11. 
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ALTERRA HOLDINGS CORPORATION, PHOENIX, AZ: 
2,029,095, MULTIPLE CLASS, INT. CLS. 17 AND 27. 
ALUMAX INC., SAN MATEO, CA: 
1,597,157, CANC. INT. CL. 6. 
ALUTEAM ALUMINIUM - VERTRIEBSGESELLSCHAFT 
MBH, OSTRAMPE, FED REP GERMANY: 
1,597,161, CANC. INT. CL. 6. 
AMERICAN ACADEMY OF NURSE PRACTITIONERS, 
THE, LOWELL, MA: 
1,597,998, CANC. INT. CL. 16. 
AMERICAN AIRLINES, INC., FORT WORTH, TX: 
2,028,598, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35, 39 AND 42. 
AMERICAN BIODYNE, INC., SOUTH SAN FRANCISCO, 
CA: 
1,597,903, CANC. INT. CL. 42. 
AMERICAN CHROME & CHEMICALS, INC., CORPUS 
CHRISTI, TX: 
2,028,649, PUB. 10-15-1996. INT. CL. 41. 
AMERICAN CIRCUIT BREAKER CORPORATION, ALBE- 
MARLE, NC: 
2,028,062, PUB. 2-2-1993. INT. CL. 9. 
2,028,063, PUB. 2-2-1993. INT. CL. 9. 
2,028,064, PUB. 2-2-1993. INT. CL. 9. 
2,028,065, PUB. 2-2-1993. INT. CL. 9. 
2,028,066, PUB. 2-2-1993. INT. CL. 9. 
2,028,067, PUB. 2-2-1993. INT. CL. 9. 
AMERICAN CITY BUSINESS JOURNALS, INC., CHAR- 
LOTTE, NC: 
2,028,487, PUB. 10-15-1996. INT. CL. 35. 
AMERICAN COIN MERCHANDISING, INC., BOULDER, 
Co: 
2,028,133, PUB. 10-15-1996. INT. CL. 41. 
AMERICAN COLLOID COMPANY, ARLINGTON 
HEIGHTS, IL: 
1,597,021, CANC. INT. CL. 1. 
AMERICAN CYANAMID COMPANY, WAYNE, NJ: 
2,029,110, INT. CL. 35. 
AMERICAN FASTSIGNS, INC., CARROLLTON, TX: 
2,028,713, PUB. 10-15-1996. INT. CL. 20. 
AMERICAN FIBER INDUSTRIES, CORP., COMMERCE, 
CA: 
2,028,235, PUB. 10-15-1996. INT. CL. 20. 
AMERICAN GREASE STICK COMPANY, MUSKEGON, 
MI, DBA AGS: 
2,029,293, INT. CL. 4. 
AMERICAN GREETINGS CORPORATION, CLEVELAND, 
OH: 
1,597,400, CANC. INT. CL. 16. 
AMERICAN INSTITUTE FOR FINANCIAL RESEARCH, 
INC., CHAPEL HILL, NC: 
2,029,239, INT. CL. 9. 
2,029,240, INT. CL. 9. 
2,029,241, INT. CL. 9. 
AMERICAN INTERNATIONAL AUTOMOBILE DEALERS 
ASSOCIATION OF VIRGINIA, ALEXANDRIA, VA: 
2,028,829, PUB. 10-15-1996. INT. CL. 42. 
AMERICAN INTERNATIONAL GROUP, 
YORK, NY: 
2,028,358, PUB. 10-15-1996. INT. CL. 36. 
2,028,506, PUB. 10-15-1996. INT. CL. 35. 
2,028,605, PUB. 10-15-1996. INT. CL. 36. 
2,028,606, PUB. 10-15-1996. INT. CL. 36. 
2,028,837, PUB. 10-15-1996. INT. CL. 36. 
AMERICAN ISUZU MOTORS INC., WHITTIER, CA, DBA 
ISUZU MOTORS LIMITED: 
2,028,799, PUB. 10-15-1996. INT. CL. 16. 
2,028,800, PUB. 10-15-1996. INT. CL. 16. 
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2,028,801, PUB. 10-15-1996. INT. CL. 41. 
AMERICAN JAIL PRODUCTS, L.L.C., TROY, NY: 
2,028,793, PUB. 10-15-1996. INT. CL. 42. 
AMERICAN MEAT INSTITUTE, ARLINGTON, VA: 
2,029,376, MULTIPLE CLASS, INT. CLS. 41 AND 42. 
AMERICAN MOBILITY, INC., CINCINNATI, OH: 
1,597,457, CANC. INT. CL. 20. 
AMERICAN MOULDING & MILLWORK COMPANY, 
STOCKTON, CA: 
2,029,133, INT. CL. 20. 
AMERICAN REPUBLIC INSURANCE COMPANY, DES 
MOINES, IA: 
1,597,817, CANC. INT. CL. 36. 
AMERICAN ROAD & TRANSPORTATION BUILDERS AS- 
SOCIATION, WASHINGTON, DC: 
1,597,967, CANC. INT. CL. 16. 
AMERICAN SPRINT CAR SERIES, TULSA, OK: 
2,028,784, PUB. 10-15-1996. INT. CL. 41. 
AMERICAN STANDARD COMPANY, SOUTHINGTON, 
CT: 
2,028,765, PUB. 10-15-1996. INT. CL. 8. 
AMERICAN STANDARD INC., NEW YORK, NY: 
1,578,860, CANC. INT. CL. 11. 
AMERICAN STERILIZER COMPANY, ERIE, PA, AKA 
AMSCO: 
1,597,318, CANC. INT. CL. 10. 
AMERICAN WEB PAGE, L.L.C., LIVONIA, MI: 
2,028,866, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
AMERICAN ZOO AND AQUARIUM ASSOCIATION, BE- 
THESDA, MD: 
2,028,169, PUB. 4-30-1996. INT. CL. 42. 
AMERITECH CORPORATION, CHICAGO, IL: 
2,028,584, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 3, 5, 6, 8, 9, 11, 14 AND 16. 
AMOCO OIL COMPANY, CHICAGO, IL: 
2,028,730, PUB. 10-15-1996. INT. CL. 37. 
AMREX-ZETRON, INC., HAWTHORNE, CA: 
1,597,305, CANC. INT. CL. 10. 
ANACOMP, INC., CARMEL, IN, DYSAN CORPORATION, 
SANTA CLARA, CA: 
1,048,004. REN. 11-27-96. MULTIPLE CLASS, INT. CLS. 
7, 9, 40 AND 42. 
ANCHOR HOCKING CORPORATION, FREEPORT, IL: 
1,597,482, CANC. INT. CL. 21. 
1,597,483, CANC. INT. CL. 21. 
ANCO MERCHANDISE CO. (USA), INC., COLUMBIA, MD: 
1,595,577, COR. INT. CL. 28. 
ANDERSEN CORPORATION, BAYPORT, MN: 
1,051,867. REN. 11-25-96. INT. CL. 19. 
ANGIO-MEDICAL CORP., NEW YORK, NY: 
1,597,088, CANC. INT. CL. 3. 
ANITA ASSOCIATES, SAN DIEGO, CA: 
2,028,827, PUB. 10-15-1996. INT. CL. 36. 
ANNOUNCEMENT TECHNOLOGIES, INC., BRADEN- 
TON, FL: 
1,597,300, CANC. INT. CL. 9. 
ANTHONY FOREST PRODUCTS COMPANY, EL 
DORADO, AR: 
1,597,445, CANC. INT. CL. 19. 
ANTHONY J. JANNETTI, INC., PITMAN, NJ: 
2,028,882, PUB. 10-15-1996. INT. CL. 16. 
ANTI-DEFAMATION LEAGUE OF B’NAI B’RITH, NEW 
YORK, NY: 
2,028,227, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9, 16, 41 AND 42. 
ANTIOCH MERCHANTS ASSOCIATION INCORPORAT- 
ED, KANSAS CITY, MO: 
2,028,186, PUB. 10-15-1996. INT. CL. 36. 


U.S. PATENT AND TRADEMARK OFFICE 
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ANTIQUARIAN FOSSILS, INC., MONMOUTH, OR: 
2,029,158, INT. CL. 19. 

APA, INC., HOPKINS, MN: 

2,028,849, PUB. 10-15-1996. INT. CL. 42. 

2,028,850, PUB. 10-15-1996. INT. CL. 42. 
APPLE COMPUTER, INC., CUPERTINO, CA: 

2,028,290, PUB. 10-15-1996. INT. CL. 42. 

APPLIED GEOPHYSICAL SOFTWARE, INC., HOUSTON, 
TX: 

1,597,228, CANC. INT. CL. 9. 

ARABIAN JOCKEY CLUB, INC., WESTMINSTER, CO: 

2,028,718, PUB. 10-15-1996. INT. CL. 42. 
ARCHITECT’S CATALOG, INC., THE, FAIRFIELD, CT: 
2,028,679, PUB. 10-15-1996. INT. CL. 42. 
ARETE TELECOM, INC., TULSA, OK: 
2,028,869, PUB. 10-15-1996. INT. CL. 38. 
ARICA INSTITUTE, INC., DOBBS FERRY, NY: 
1,039,992. REN. 11-27-96. INT. CL. 5. 
ARISTOCRAT LEISURE INDUSTRIES PTY LTD, ROSE- 
BURY, NEW SOUTH WALES, 2018, AUSTRALIA: 
2,028,178, PUB. 10-15-1996. INT. CL. 9. 
ARIZONA FALL LEAGUE, INC., THE, NEW YORK, NY: 
2,029,126, INT. CL. 41. 

ARJO WIGGINS LIMITED, BASINGSTOKE, HAMPSHIRE 
RG21 4EE, ENGLAND, WYCOMBE MARSH PAPER 
MILLS LIMITED, HIGH WYCOMBE, ENGLAND: 

1,051,817. REN. 11-27-96. INT. CL. 16. 

ARK ANDRE RICHARDSON KING DESIGNERS, INC., 
CHICAGO, IL: 

1,597,896, CANC. INT. CL. 42. 

ARLINGTON INTERNATIONAL RACECOURSE, INC., 
ARLINGTON HEIGHTS, IL: 

2,028,155, PUB. 10-15-1996. INT. CL. 41. 

ARMANI SHOES CORP., MIAMI, FL: 

2,028,671, PUB. 10-15-1996. INT. CL. 25. 

ARMY TIMES PUBLISHING COMPANY, SPRINGFIELD, 
VA: 

2,028,735, PUB. 10-15-1996. INT. CL. 42. 

ARROW INDUSTRIES, INC., EOLIA, MO: 

1,597,834, CANC. INT. CL. 37. 

ART COMMUNICATION INTERNATIONAL, L.P., PHILA- 
DELPHIA, PA: 

2,028,257, PUB. 10-15-1996. INT. CL. 36. 

ART PROJECTS INTERNATIONAL, INC., NEW YORK, 
NY: 

2,028,109, PUB. 10-15-1996. INT. CL. 42. 

ARVCO CONTAINER CORPORATION, 
MI: 

2,028,536, PUB. 10-15-1996. INT. CL. 16. 

ASGROW SEED COMPANY, KALAMAZOO, MI: 

2,028,321, PUB. 10-15-1996. INT. CL. 16. 
ASHFORD FASHIONS, INC., SOUTH PLAINFIELD, NJ: 
1,597,527, CANC. INT. CL. 25. 
ASIAN RESORTS AND RESTAURANTS ASSOCIATES, 
HONG KONG: 
1,597,917, CANC. INT. CL. 42. 
ASOTV CORPORATION, PALM BEACH, FL: 
2,028,157, PUB. 10-15-1996. INT. CL. 42. 

ASSISTEX, INC., SAN ANTONIO, TX: 

2,028,721, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 16 AND 41. 

ASTONISH PRODUCTS LIMITED, MEANWOOD ROAD, 

LEEDS LS7 2JL, UNITED KINGDOM: 
2,028,537, PUB. 10-15-1996. INT. CL. 21. 

AT&T CORP., NEW YORK, NY: 

2,028,522, PUB. 10-15-1996. INT. CL. 36. 

ATCO PARTS, INC., LAKELAND, FL: 

2,028,781, PUB. 10-15-1996. INT. CL. 35. 


KALAMAZOO, 
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ATLANTA NATIONAL LEAGUE BASEBALL CLUB, 

INC., ATLANTA, GA: 
1,597,531, CANC. INT. CL. 25. 

ATLANTIC & PACIFIC GRILL ASSOCIATES L.P., NEW 

YORK, NY, DBA PARK AVENUE CAFE: 
2,028,706, PUB. 10-15-1996. INT. CL. 42. 

ATLAS COPCO AKTIEBOLAG, NACKA, SWEDEN, DBA 

ATLAS COPCO AKTIEBOLAG: 
2,028,059, PUB. 10-15-1996. INT. CL. 7. 
ATRO INDUSTRIALE S.P.A., I-20046 BIASSONO (MD, 
ITALY: 
2,029,171, INT. CL. 7. 
AUBURN UNIVERSITY, AUBURN, AL: 
2,028,684, PUB. 10-15-1996. INT. CL. 25. 
AUDIOTEK OF MIAMI, INC., MIAMI, FL: 
1,597,233, CANC. INT. CL. 9. 

AUSTRALIAN PACIFIC COMMUNICATIONS, INC., LOS 
ANGELES, CA: 

1,597,821, CANC. INT. CL. 36. 
AUTO-BY-TEL, LLC, CORONA DEL MAR, CA: 
2,028,377, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35, 38 AND 42. 

AUTOCALL, INC., SHELBY, OH: 
1,597,258, CANC. INT. CL. 9. 

AUTOMATION INTELLIGENCE, INC., ORLANDO, FL: 
1,597,232, CANC. INT. CL. 9. 

AVENIR CORPORATION, DENVER, CO: 
1,597,900, CANC. INT. CL. 42. 

AVONDALE FEDERAL SAVINGS BANK, CHICAGO, IL: 
2,028,239, PUB. 10-15-1996. INT. CL. 36. 
AYNO, CRISTINA SORLI, BARCELONA, SPAIN: 
1,505,494, CANC. MULTIPLE CLASS, INT. CLS. 3 AND 

41. 

AZ INDUSTRIES, INCORPORATED, HARDY, AR: 
2,028,286, PUB. 4-2-1996. INT. CL. 12. 

B. DALTON BOOKSELLER, INC., NEW YORK, NY: 
1,597,933, CANC. INT. CL. 42. 

BACKBONE INC., PLANTATION KEY, FL: 
2,028,852, PUB. 10-15-1996. INT. CL. 28. 

BAKER, WILLIAM W., NEW YORK, NY: 
2,028,769, PUB. 10-15-1996. INT. CL. 16. 

BALLEW, SCOTT, SIMPSONVILLE, SC AND HILL, 
BETTY W., DURHAM, NC AND NORTHCUT, DON, ST. 
PETERSBURG, FL, GUARANTEE CARPET CLEANING 
AND DYE CO., JACKSONVILLE, FL: 

1,023,918. REN. 11-27-96. INT. CL. 37. 

BALLOTTA, FRANK, LAGUNA BEACH, CA, DBA KO- 
KONUTS: 

1,597,892, CANC. INT. CL. 42. 

BAMBARA, JOSEPH A., MONTREAL, PROVINCE OF 
QUEBEC, CANADA: 

1,597,518, CANC. INT. CL. 25. 
BANC ONE CORPORATION, COLUMBUS, OH: 
2,029,270, INT. CL. 16. 

BANGKOK BANGKOK IMPORT & EXPORT INC, 

BROOKLYN, NY, DBA BANGKOK MARKET: 
2,028,577, PUB. 10-15-1996. INT. CL. 30. 

BARET, DAVID, FORT LAUDERDALE, FL AND 
SABBAG, DANNY, FORT LAUDERDALE, FL AND 
TZABAR, DAVID, FORT LAUDERDALE, FL: 

2,028,897, PUB. 10-15-1996. INT. CL. 20. 
BARRETT CARPET MILLS, INC., DALTON, GA: 
1,597,616, CANC. INT. CL. 27. 
BARRY WRIGHT CORPORATION, WATERTOWN, MA: 
1,597,266, CANC. INT. CL. 9. 
BARTON INCORPORATED, CHICAGO, IL: 
2,028,538, PUB. 10-15-1996. INT. CL. 33. 
2,028,539, PUB. 10-15-1996. INT. CL. 33. 
2,028,540, PUB. 10-15-1996. INT. CL. 33. 
2,028,552, PUB. 10-15-1996. INT. CL. 33. 
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BASIC FUN, INC., SOUTHAMPTON, PA: 
2,028,251, PUB. 10-15-1996. INT. CL. 42. 


BATTERY OUTLET CORP., PITTSFIELD, MA: 
1,597,279, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
42. 
BAVINGER, INC., NORMAN, OK: 
2,028,738, PUB. 10-15-1996. INT. CL. 17. 


BAYARD PRETE CANDY CO., PENNSAUKEN, NJ: 
1,597,699, CANC. INT. CL. 30. 
BAYER AKTIENGESELLSCHAFT, LEVERKUSEN- 
BAYERWERK, FED REP GERMANY: 
1,597,004, CANC. MULTIPLE CLASS, INT. CLS. 1 AND 
2. 


BAYER CORPORATION, ELKHART, IN: 
2,028,963, PUB. 10-15-1996. INT. CL. 5. 
2,028,965, PUB. 10-15-1996. INT. CL. 5. 


BAYLOR UNIVERSITY, WACO, TX: 
2,028,572, PUB. 10-15-1996. INT. CL. 36. 
BEDFONT SCIENTIFIC LIMITED, UPCHURCH, KENT 
ME9 7HN, ENGLAND: 
2,028,439, PUB. 10-15-1996. INT. CL. 10. 
BEIERSDORF AKTIENGESELLSCHAFT, HAMBURG, 
FED REP GERMANY: 
1,597,142, CANC. INT. CL. 5. 


BEMCO ASSOCIATES, INC., DES PLAINES, IL: 
2,029,307, INT. CL. 20. 


BEN HILL GRIFFIN, INC., FROSTPROOF, FL: 
2,029,242, INT. CL. 32. 
2,029,243, INT. CL. 32. 


BENEFITS, INC., WINTER PARK, FL: 
2,028,558, PUB. 10-15-1996. INT. CL. 35. 
BENIHANA NATIONAL CORP., MIAMI, FL FROM BENI- 
HANA OF TOKYO, INC., MIAMI, FL: 
2,029,115, INT. CL. 29. 


BENNETT BROTHERS, INC., CHICAGO, IL: 
1,054,282. REN. 11-27-96. INT. CL. 14. 


BENTLEY LINGERIE, INC., JERSEY CITY, NJ: 
1,597,610, CANC. INT. CL. 25. 
BERNADETTPE’S, INC., RUMSON, NJ: 
1,597,715, CANC. INT. CL. 30. 
BEST PRACTICES BENCHMARKING & CONSULTING, 
INC., CHAPEL HILL, NC: 

2,029,361, INT. CL. 16. 

BEST RESTAURANT COMPANY, CHICAGO, IL: 
1,597,984, CANC. INT. CL. 30. 
1,597,985, CANC. INT. CL. 30. 
1,597,986, CANC. INT. CL. 30. 

BETZ LABORATORIES, INC., TREVOSE, PA: 
1,597,295, CANC. INT. CL. 9. 

BEV-PAK INC., SCOTIA, NY: 
1,597,744, CANC. INT. CL. 32. 

BIEN-AIR S.A., BIENNE, SWITZERLAND, MOSIMANN, 
DAVID, BIENNE, SWITZERLAND, DBA BIEN AIR, D. 
MOSIMANN: 

1,041,698. REN. 11-27-96. INT. CL. 10. 

BIFLEX INTERNATIONAL, INC., NEW YORK, NY: 
1,597,606, CANC. INT. CL. 25. 
1,597,607, CANC. INT. CL. 25. 

BIG WISDOM, INC., SAN FRANCISCO, CA: 
2,028,659, PUB. 10-15-1996. INT. CL. 9. 

BIGGS, SCOTT, WOODLAND HILLS, CA: 
1,597,958, CANC. INT. CL. 9. 

BINKLEY, DENNIS E., SEATTLE, WA, DBA BINKLEY & 
ASSOCIATES: 

2,028,862, PUB. 10-15-1996. INT. CL. 28. 





JANUARY 7, 1997 


BIO-ORTHOTICS INTERNATIONAL, INC., RICHARD- 
SON, TX: 
2,028,924, PUB. 10-15-1996. INT. CL. 10. 
BIOCHEM INTERNATIONAL INC., WAUKESHA, WI: 
2,029,314, INT. CL. 9. 
BIOTEST AG, FRANKFURT, FED REP GERMANY: 
1,597,130, CANC. INT. CL. 5. 
BISSELL INC., GRAND RAPIDS, MI: 
2,028,586, PUB. 10-15-1996. INT. CL. 9. 
BLACK & DECKER CORPORATION, THE, TOWSON, MD: 
1,597,185, CANC. INT. CL. 7. 
BLAIR RUBBER COMPANY, AKRON, OH: 
2,028,559, PUB. 10-15-1996. INT. CL. 1. 
BLEACHER RECLINER CORPORATION, SPRINGFIELD, 
IL: 
2,029,359, INT. CL. 20. 
BLENHEIM PROPERTIES, INC., FORT LEE, NJ: 
2,028,524, PUB. 10-15-1996. INT. CL. 35. 
BLOCK DRUG COMPANY, INC., JERSEY CITY, NJ, 
WERNET DENTAL MBG. CO., INC., BROOKLYN, NY: 
341,564. REN. 11-25-96. U.S. CL. 51 (INT. CLS. 3 AND 
6). 
BLONDBALDY ASSOCIATES, ISLE OF PALMS, SC: 
1,597,964, CANC. INT. CL. 16. 
1,597,965, CANC. INT. CL. 16. 
BLUE CROSS AND BLUE SHIELD OF NORTH CAROLI- 
NA, INC., DURHAM, NC: 
2,028,704, PUB. 10-15-1996. INT. CL. 9. 
BLUE CROSS AND BLUE SHIELD OF TENNESSEE, 
CHATTANOOGA, TN: 
2,028,431, PUB. 10-15-1996. INT. CL. 42. 
BMR FINANCIAL GROUP, INC., ATLANTA, GA: 
1,597,820, CANC. INT. CL. 36. 
BOARD OF REGENTS, THE UNIVERSITY OF TEXAS 
SYSTEM, AUSTIN, TX: 
1,597,775, CANC. MULTIPLE CLASS, INT. CLS. 35 
AND 42. 
BOB ROSS INC., CHANTILLY, VA: 
2,028,460, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
BOBBER PRODUCTS INC., FULLERTON, CA: 
1,053,932. REN. 11-25-96. INT. CL. 17. 
BOBST S.A., 1001 LAUSANNE, SWITZERLAND: 
2,028,424, PUB. 10-15-1996. INT. CL. 7. 
BOEHRINGER MANNHEIM GMBH, D-68298 MANNHEIM, 
FED REP GERMANY: 
2,028,444, PUB. 10-15-1996. INT. CL. 5. 
BOIES, ALEX, MINNEAPOLIS, MN: 
1,597,554, CANC. INT. CL. 25. 
BOMBOY, INC., CATASAUQUA, PA: 
2,028,256, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 19 AND 20. 
BONG HWA U.S.A., INC., GARFIELD, NJ: 
2,028,243, PUB. 10-15-1996. INT. CL. 25. 
BOOKS FOR BUSINESS, INC., RICHMOND, VA: 
1,597,891, CANC. INT. CL. 42. 
BOOKSERVE LLC, LAVERGNE, TN: 
2,028,525, PUB. 10-15-1996. INT. CL. 42. 
BORDEN, INC., COLUMBUS, OH: 
1,597,393, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 27. 
BOURGET, JEAN, BEAUPREAU, FRANCE: 
1,597,526, CANC. INT. CL. 25. 
BRANKOVSKY, VLASTA, TORONTO, ONTARIO, 
CANADA: 
1,548,450, CANC. INT. CL. 28. 
BRASSEUR, INC., LOS ANGELES, CA: 
2,028,928, PUB. 10-15-1996. INT. CL. 25. 
BRAYTON INTERNATIONAL COLLECTION, HIGH 
POINT, NC: 
1,597,508, CANC. INT. CL. 24. 
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BRAYTON INTERNATIONAL COLLECTION, HIGH- 
POINT, NC: 
1,597,509, CANC. INT. CL. 24. 
BREAD ’N HONEY, INC., LAS VEGAS, NV, DBA BREAD 
AND HONEY RECORDS: 
1,597,259, CANC. INT. CL. 9. 
BREITMAN, LAURA, WARWICK, NY: 
1,597,590, CANC. INT. CL. 25. 
BRI-AL, L.P., NORTHFIELD, IL: 
2,029,204, INT. CL. 29. 
BRIDGESTONE/FIRESTONE, INC., AKRON, OH: 
2,028,611, PUB. 10-15-1996. INT. CL. 42. 
BRIGHAM YOUNG UNIVERSITY, PROVO, UT: 
1,597,389, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 41. 
1,597,859, CANC. INT. CL. 41. 
BRINKER RESTAURANT CORPORATION, DALLAS, TX: 
2,028,513, PUB. 10-15-1996. INT. CL. 29. 
BRISTOL-MYERS SQUIBB COMPANY, NEW YORK, NY: 
1,597,090, CANC. INT. CL. 3. 
BRITISH AMERICAN BUSINESS COUNCIL, INC., WASH- 
INGTON, DC: 
2,029,364, INT. CL. 35. 
BROADWAY TELEVISION NETWORK, INC., NEW 
YORK, NY: 
2,028,242, PUB. 10-15-1996. INT. CL. 16. 
BROOKHILL RECORDS CORPORATION, LOS ANGELES, 
CA: 
2,028,134, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9 AND 41. 
BROOKLYN BOTTLING CORP., BROOKLYN, NY: 
2,029,366, INT. CL. 32. 
BROTHERHOOD COMMISSION OF THE SOUTHERN 
BAPTIST CONVENTION, MEMPHIS, TN: 
2,028,432, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
BROWN, JAMES HILLORAY, JR., PLEASANT HILL, CA: 
2,028,427, PUB. 10-15-1996. INT. CL. 9. 
BROWN, NOLAN, SR., SAN DIEGO, CA: 
1,597,683, CANC. INT. CL. 30. 
BROYHILL FURNITURE INDUSTRIES, INC., LENOIR, 
NC: 
2,028,695, PUB. 10-15-1996. INT. CL. 20. 
BRUNER CORPORATION, MILWAUKEE, WI, BRUNER 
CORPORATION, MILWAUKEE, WI: 
629,970. REN. 11-27-96. U.S. CL. 31 (INT. CL. 11). 
BRUNSWICK CORPORATION, LAKE FOREST, IL: 
2,028,663, PUB. 10-15-1996. INT. CL. 9. 
BRYANT ENTERPRISES, INC., WASHINGTON, DC: 
2,028,428, PUB. 10-15-1996. INT. CL. 14. 
BUCKMASTERS, LTD., MONTGOMERY, AL: 
2,028,310, PUB. 2-13-1996. INT. CL. 25. 
BUELL INDUSTRIES, INC., WATERBURY, CT: 
1,597,158, CANC. INT. CL. 6. 
BUGLE BOY INDUSTRIES, INC., SIMI VALLEY, CA: 
2,029,076, INT. CL. 25. 
BUHLER, INC., MINNEAPOLIS, MN, 
INC., MINNEAPOLIS, MN: 
1,047,573. REN. 11-25-96. INT. CL. 9. 
BURNS & MCDONNELL WASTE CONSULTANTS, INC., 
OVERLAND PARK, KS: 
2,028,652, PUB. 10-15-1996. INT. CL. 9. 
BURROUGHS WELLCOME CO., RESEARCH TRIANGLE 
PARK, NC: 
2,029,253, INT. CL. 36. 
BURTON, LEONARD, FOUNTAIN VALLEY, CA: 
2,029,093, MULTIPLE CLASS, INT. CLS. 16 AND 20. 
BUSINESS DEVELOPMENT INC., DETROIT, MI: 
2,028,463, PUB. 10-15-1996. INT. CL. 41. 
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BUSINESS RESOURCE SOFTWARE, INC., AUSTIN, TX: 
2,028,131, PUB. 10-15-1996. INT. CL. 9. 
BUTLER, MAERENE, CHESTER, PA: 
1,597,397, CANC. INT. CL. 16. 
BUY-RITE INDUSTRIAL SALES, INC., HILLSBORO, OR: 
1,597,186, CANC. INT. CL. 7. 
C. A. LITZLER COMPANY, INC., CLEVELAND, OH: 
2,029,391, INT. CL. 11. 
C.A. BLOCKERS, INC., LOUISVILLE, KY: 
1,580,410, CANC. INT. CL. 34. 
C-P-M LIGHTING, INC., SAN LEANDRO, CA, WEIL- 
MCLAIN COMPANY, INC., DALLAS, TX: 
1,035,289. REN. 11-25-96. INT. CL. 11. 
CA BOTANA INTERNATIONAL, INC., SAN DIEGO, CA: 
2,028,181, PUB. 10-15-1996. INT. CL. 3. 
CADILLAC RUBBER & PLASTICS, INC., CADILLAC, MI: 
2,029,312, INT. CL. 28. 
CAERE CORPORATION, LOS GATOS, CA: 
2,029,362, INT. CL. 9. 
CALIDAD AUTO TECH PRODUCTS, INC., RIVERTON, 
NJ: 
2,028,204, PUB. 10-15-1996. INT. CL. 3. 
CALMAC MANUFACTURING CORPORATION, ENGLE- 
WOOD, NJ: 
2,028,935, PUB. 10-15-1996. INT. CL. 11. 
CALZATURIFICIO FERRADINI DI FERRADINI FARO E 
C. S.N.C., CASTELFRANCO DI SOTTO, PISA, ITALY: 
1,597,538, CANC. INT. CL. 25. 
CAMP FIRE, INC., KANSAS CITY, MO: 
1,597,875, CANC. INT. CL. 41. 
CAMPBELL MITHUN ESTY, INC., MINNEAPOLIS, MN: 
2,029,302, INT. CL. 35. 
CANADELLE, INC., MONTREAL, QUEBEC, CANADA: 
2,029,143, INT. CL. 25. 
CANDLE CORPORATION, SANTA MONICA, CA: 
2,028,681, PUB. 10-15-1996. INT. CL. 9. 
CANDLE STATION, LTD., THE, ASHEVILLE, NC: 
2,028,933, PUB. 10-15-1996. INT. CL. 11. 
CANNEX FINANCIAL EXCHANGES LTD., TORONTO 
MSR 2A5, CANADA: 
2,028,330, PUB. 10-15-1996. INT. CL. 36. 
CAP ROCK WINERY, INC., LUBBOCK, TX: 
2,028,626, PUB. 10-15-1996. INT. CL. 33. 
CAPITOL TELEVISION NETWORK INC., CALABASAS, 
CA: 
1,597,836, CANC. INT. CL. 38. 
CARABELA TRADING COMPANY, INC., THE, NEW 
YORK, NY: 
1,597,494, CANC. INT. CL. 24. 
CARDIAC PATHWAYS CORPORATION, SUNNYVALE, 
CA: 
2,029,305, INT. CL. 10. 
CARITAS CHRISTI, WALTHAM, MA: 
1,597,893, CANC. INT. CL. 42. 
CARLON, JOHN T., JR.. FORT LAUDERDALE, FL: 
1,579,051, CANC. INT. CL. 20. 
CARLSON LEARNING COMPANY, MINNEAPOLIS, MN: 
2,028,076, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 16 AND 41. 
CARROLL REED SKI SHOPS, PORTLAND, ME: 
1,597,544, CANC. INT. CL. 25. 
CARTER CREATIVE SERVICES INC., NEW YORK, NY: 
2,029,116, INT. CL. 42. 
CARTER-WALLACE, INC., NEW YORK, NY: 
2,029,066, MULTIPLE CLASS, INT. CLS. 8 AND 21. 
CARVER CORPORATION, LYNNWOOD, WA: 
2,028,240, PUB. 10-15-1996. INT. CL. 9. 
CASAT TECHNOLOGY, INC., AMHERST, NH: 
2,028,596, PUB. 10-15-1996. INT. CL. 9. 
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CASHPOINT, INC., NEW YORK, NY: 
2,029,290, INT. CL. 36. 
CASIO KEISANKI KABUSHIKI KAISHA, SHINJUKU-KU, 
TOKYO, JAPAN, DBA CASIO COMPUTER CO., LTD.: 

2,029,232, INT. CL. 9. 

CASTING LINE CORPORATION, THE, NEW YORK, NY: 
1,597,785, CANC. INT. CL. 35. 

CAYENNE CORPORATION, CHARLOTTE, NC: 
2,028,998, PUB. 10-15-1996. INT. CL. 19. 

CCTV CORP., SOUTH HACKENSACK, NJ: 
2,028,644, PUB. 10-15-1996. INT. CL. 9. 

CEDARS-SINAI MEDICAL CENTER, LOS ANGELES, CA: 
2,028,688, PUB. 10-15-1996. INT. CL. 16. 

CELLNET CORPORATION, STAMFORD, CT: 
2,028,686, PUB. 10-15-1996. INT. CL. 38. 

CENTER FOR CREATIVE LEADERSHIP, GREENSBORO, 

NC: 
2,029,311, INT. CL. 35. 
CENTER FOR HUMAN RELATIONS, ENTERPRISE, FL: 
2,028,325, PUB. 10-15-1996. INT. CL. 41. 

CENTER FOR WOMEN AND FAMILIES, INC., THE, LOU- 
ISVILLE, KY: 

2,028,385, PUB. 10-15-1996. INT. CL. 42. 

CEO SOFTWARE, INC., TUCSON, AZ: 

2,029,101, INT. CL. 9. 

CERRO TORRE CO., LTD., DONG DAE MOON-KU, 
SEOUL, REPUBLIC OF KOREA: 

2,029,160, MULTIPLE CLASS, INT. CLS. 18, 20 AND 25. 

CERTECH INCORPORATED, WOOD-RIDGE, NJ: 

1,597,479, CANC. INT. CL. 21. 

CGK COMPUTER GESELSCHAFT KONSTANZ MBH, 

KONSTANZ, FED REP GERMANY: 
1,597,255, CANC. INT. CL. 9. 

CHALONE WINE GROUP, LTD., THE, NAPA, CA, GAVI- 
LAN VINEYARDS, INC., SAN FRANCISCO, CA, DBA 
CHALONE VINEYARD: 

1,047,826. REN. 11-27-96. INT. CL. 33. 
CHAMBERLAIN GROUP, INC., THE, ELMHURST, IL: 
1,619,406, CANC. INT. CL. 6. 

CHAPMAN CHEMICAL COMPANY, MEMPHIS, TN: 
1,597,011, CANC. INT. CL. 1. 

CHARLES G. SPILO COMPANY, LOS ANGELES, CA: 
2,028,885, PUB. 10-15-1996. INT. CL. 8. 

CHARLES REVSON INC., NEW YORK, NY: 
2,029,152, INT. CL. 3. 

CHARLES WELLS LIMITED, BEDFORD, MK40 4LU, 
ENGLAND: 

2,028,406, PUB. 6-25-1996. INT. CL. 32. 

CHAS SAMBRAILO PAPER COMPANY, WATSONVILLE, 
CA: 

2,028,216, PUB. 10-15-1996. INT. CL. 20. 

CHASE MANHATTAN CORPORATION, 
YORK, NY: 

1,597,814, CANC. INT. CL. 36. 

CHECKMATE PRODUCTS, CORONA DEL MAR, CA: 

1,597,014, CANC. INT. CL. 1. 

CHEESECAKE FACTORY INCORPORATED, THE, CALA- 
BASAS, CA: 

2,028,492, PUB. 10-15-1996. INT. CL. 30. 

CHEMGRATE CORPORATION, WOODINVILLE, WA: 

2,029,054, PUB. 10-15-1996. INT. CL. 19. 

CHEN, JIAN QING, ROSEMEAD, CA TO CHEN, JIAN 

QING, ROSEMEAD, CA: 
1,974,321, COR. INT. CL. 9. 
CHET-5 BROADCASTING, L.P.. WOODSTOCK, NY TO 
CHET-5 BROADCASTING, L.P., WOODSTOCK, NY: 
1,975,837, COR. INT. CL. 38. 
CHICAGO STEEL TAPE COMPANY, WATSEKA, IL: 
2,028,225, PUB. 10-15-1996. INT. CL. 36. 
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CHILINGERIAN, SAM GERARD DBA SAM GERARD: 
See— 
ULTIMATE LIFE, INC., THE. 
CHIMIE S.A.V., BRIZAMBOURG, FRANCE: 
1,597,033, CANC. MULTIPLE CLASS, INT. CLS. 2 AND 
3. 
CHOICE MEDICAL DISTRIBUTION, INC., LOUISVILLE, 
KY: 
1,597,772, CANC. INT. CL. 35. 
CHRISTOPHER ZORICH FOUNDATION, CHICAGO, IL: 
2,028,375, PUB. 10-15-1996. INT. CL. 42. 
2,028,376, PUB. 10-15-1996. INT. CL. 36. 
CHUMBLEY, GREGORY R., MIAMI, FL: 
2,029,280, INT. CL. 9. 
CHUNG YUAN CHANG, SAN DIEGO, CA: 
2,028,772, PUB. 10-15-1996. INT. CL. 11. 
CHUNG, INC., SAN FRANCISCO, CA, DBA SUPERIOR 
TRADING COMPANY: 
2,028,560, PUB. 10-15-1996. INT. CL. 30. 
CHURCH & DWIGHT COMPANY, GREEN RIVER, WY: 
2,029,107, INT. CL. 5. 
CIBA-GEIGY CORPORATION, ARDSLEY, NY: 
1,597,002, CANC. INT. CL. 1. 
CIMTEK THOMAS, JOHNSON CITY, TN: 
2,028,265, PUB. 10-15-1996. INT. CL. 9. 
CIMTEK—THOMAS, JOHNSON CITY, TN: 
2,028,264, PUB. 10-15-1996. INT. CL. 9. 
2,028,272, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 16 AND 35. 
CINCINNATI CORDAGE AND PAPER COMPANY, THE, 
CINCINNATI, OH: 
1,597,407, CANC. INT. CL. 16. 
CINCOM SYSTEMS, INC., CINCINNATI, OH: 
1,051,726. REN. 11-25-96. INT. CL. 9. 
1,062,487. REN. 11-27-96. INT. CL. 42. 
CINEMAR CORPORATION, BEAVERTON, OR: 
2,028,478, PUB. 10-15-1996. INT. CL. 9. 
CIRCA PHARMACEUTICALS, INC., COPIAGUE, NY: 
2,028,952, PUB. 10-15-1996. INT. CL. 5. 
CIRCLE OF BEAUTY, INC., NEW YORK, NY: 
2,029,297, INT. CL. 4. 
CITY OF PIGEON FORGE, TENNESSEE, PIGEON 
FORGE, TN: 
2,028,740, PUB. 10-15-1996. INT. CL. 35. 
CLAIROL INCORPORATED, NEW YORK, NY: 
1,597,082, CANC. INT. CL. 3. 
CLARK SEALS, LTD., TULSA, OK: 
2,029,011, PUB. 10-15-1996. INT. CL. 17. 
CLEAR’S LOOKING AT YOU, INC., BROOKLYN, NY: 
1,597,828, CANC. INT. CL. 37. 
CLEARWATER, INC., PITTSBURGH, PA: 
2,028,603, PUB. 10-15-1996. INT. CL. 1. 
CLEMENTI, LESLIE, NORWALK, CT: 
1,597,975, CANC. INT. CL. 24. 
CLEVELAND MUSEUM OF NATURAL HISTORY, THE, 
CLEVELAND, OH: 
2,028,102, PUB. 5-30-1995. INT. CL. 14. 
2,028,103, PUB. 5-16-1995. INT. CL. 20. 
2,028,104, PUB. 5-9-1995. INT. CL. 41. 
CLIFF KEEN WRESTLING PRODUCTS, INC., ANN 
ARBOR, MI, DBA CLIFF KEEN ATHLETIC: 
2,029,373, ENT. CL. 28. 
CLVB DV3, INC., SAN FRANCISCO, CA: 
1,597,889, CANC. INT. CL. 42. 
COATS & CLARK INC., GREENVILLE, SC: 
637,791. REN. 11-27-96. U.S. CL. 43 (INT. CL. 23). 
COBRA GOLF INCORPORATED, CARLSBAD, CA: 
2,028,711, PUB. 10-15-1996. INT. CL. 28. 
COE, DAVID H., TRUMBULL, CT: 
2,029,296, INT. CL. 20. 
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COFFEE STOP, INC., THE, PHILADELPHIA, PA, DBA 
TORREO COFFEE AND TEA COMPANY: 
2,028,602, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 30 AND 42. 
COLLEGE ENTRANCE EXAMINATION BOARD, NEW 
YORK, NY: 
1,048,306. REN. 11-27-96. INT. CL. 41. 
COLLINS INTERNATIONAL CO., LTD., FAIR LAWN, NJ: 
2,029,408, INT. CL. 11. 
COLLOKY LTDA., SANTIAGO, CHILE: 
2,029,136, INT. CL. 25. 
COLORADO TIME SYSTEMS, INC., LOVELAND, CO: 
2,028,306, PUB. 10-15-1996. INT. CL. 9. 
COMBE INCORPORATED, WHITE PLAINS, NY: 
1,597,124, CANC. INT. CL. 5. 
COMMERCIAL FEDERAL BANK, OMAHA, NE: 
2,029,161, INT. CL. 41. 
COMMUNICATIONS PRODUCT DEVELOPMENT, INC., 
VANCOUVER, WA: 
2,029,131, INT. CL. 9. 
COMMUNITY LIGHT & SOUND, INC., CHESTER, PA: 
2,028,295, PUB. 10-15-1996. INT. CL. 9. 
COMPAGNIE NATIONALE AIR FRANCE, CHARLES DE 
GAULLE, FRANCE: 
2,028,348, PUB. 10-15-1996. INT. CL. 39. 
COMPROTEK SERVICES, INC., AUSTIN, TX: 
2,029,156, MULTIPLE CLASS, INT. CLS. 9 AND 37. 
COMPUTER FOUNDATIONS, ROCHESTER, NY: 
1,597,297, CANC. INT. CL. 9. 
COMSTOCK LOAD, INC., THE, BOISE, ID: 
1,597,564, CANC. INT. CL. 25. 
CONE ENGINEERING, INC., LOS ALAMITOS, CA: 
2,028,859, PUB. 10-15-1996. INT. CL. 7. 
CONFEX, INC., SHREWSBURY, NJ: 
1,597,686, CANC. INT. CL. 30. 
CONSERVATION TECHNOLOGY LTD., NORTHBROOK, 
IL: 
2,028,345, PUB. 10-15-1996. INT. CL. 11. 
CONSTITUTION STATE CORPORATE CREDIT UNION, 
INC., WALLINGFORD, CT: 
2,029,274, INT. CL. 36. 
CONSUMER MEDHELP, INC., WAKEFIELD, MA: 
2,028,758, PUB. 10-15-1996. INT. CL. 16. 
CONTACT LUMBER COMPANY, PORTLAND, OR: 
2,028,931, PUB. 10-15-1996. INT. CL. 19. 
CONTAINER STORE, INC., THE, DALLAS, TX: 
2,029,125, MULTIPLE CLASS, INT. CLS. 3 AND 5. 
CONTINENTAL FRAGRANCES, LTD., BIRMINGHAM, 
MI: 
1,597,053, CANC. INT. CL. 3. 
CONTINENTAL-AGRA GRAIN EQUIPMENT, 
VALLEY CENTER, KS: 
1,597,190, CANC. INT. CL. 7. 
CONTROL RESOURCE SYSTEMS, 
CITY, IN: 
1,597,289, CANC. INT. CL. 9. 
COOK BATES COMPANY, INC., THE, VENICE, FL: 
1,597,202, CANC. INT. CL. 8. 
COOP DE PAU, 64230 - LESCAR, FRANCE: 
2,028,130, PUB. 10-15-1996. INT. CL. 31. 
COOPER INDUSTRIES, INC., HOUSTON, TX: 
1,597,166, CANC. INT. CL. 6. 
COPPER BOWL FOUNDATION, TUCSON, AZ: 
2,028,877, PUB. 10-15-1996. INT. CL. 41. 
CORWIN, PAMELA J., OLYMPIA, WA, DBA PAMELA 
JANE ORIGINALS: 
1,597,367, CANC. INT. CL. 14. 
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COSMOS BOTTLING CORP., MALABON, METRO 

MANILA, PHILIPPINES: 
1,597,743, CANC. INT. CL. 32. 

COSSER, RONALD C., SYRACUSE, NY: 

2,028,089, PUB. 10-10-1995. INT. CL. 3. 

COUNTERPARTS SPORTSWEAR, INC., SAN FRANCIS- 
CO, CA: 

2,028,282, PUB. 10-15-1996. INT. CL. 25. 

COUNTRY KITCHEN INTERNATIONAL, INC., MINNE- 
APOLIS, MN, COUNTRY PROPERTIES, INC., MINNE- 
APOLIS, MN: 

1,061,887. REN. 11-25-96. INT. CL. 42. 
COVEE CORPORATION, RANCHO DOMINGUEZ, CA: 
2,029,322, INT. CL. 25. 
2,029,323, INT. CL. 25. 
COVERT, RONALD E., UPLAND, CA: 
1,597,888, CANC. INT. CL. 42. 
COVIA PARTNERSHIP, ROSEMONT, IL: 
1,597,844, CANC. MULTIPLE CLASS, INT. CLS. 39 
AND 42. 
COYOTE HOLDINGS, INC., FRAMINGHAM, MA: 
2,028,199, PUB. 11-14-1995. MULTIPLE CLASS, INT. 
CLS. 21, 25 AND 42. 
CPC INTERNATIONAL INC., ENGLEWOOD CLIFFS, NJ: 
2,028,247, PUB. 10-15-1996. INT. CL. 30. 
CPI BRANDS, INC., WILMINGTON, DE: 
1,597,884, CANC. INT. CL. 42. 
CRAFTS, CYNTHIA S., COCONUT CREEK, FL: 
1,597,974, CANC. INT. CL. 24. 
CRANE PUMPS & SYSTEMS, INC., PIQUA, OH, PUREX 
CORPORATION, LAKEWOOD, CA: 

1,039,559. REN. 11-27-96. INT. CL. 7. 

CRAZY FOR YOU ENTERPRISES, NEW YORK, NY: 
2,028,185, PUB. 10-15-1996. MULTIPLE CLASS, INT. 

CLS. 9 AND 20. 

CREATION TIME CORPORATION, ALHAMBRA, CA: 
2,028,683, PUB. 10-15-1996. INT. CL. 14. 

CREATIVE CONCEPTS, INC., POINT PLEASANT, WV: 
2,028,875, PUB. 10-15-1996. INT. CL. 8. 

CREST FRUIT COMPANY, ALAMO, TX: 
1,056,228. REN. 11-25-96. INT. CL. 31. 

CROTON WATCH CO. INC., NEW YORK, NY: 
2,028,100, PUB. 10-15-1996. INT. CL. 14. 

CROWN MEDICAL, INC, MIAMI, FL: 
2,028,907, PUB. 10-15-1996. INT. CL. 3. 

CROWN TRAVEL SERVICE INC., UNION, NJ: 

2,028,172, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35, 39 AND 42. 

CRUCIUS, GLORIA Y., BROOKFIELD, WI, DBA STEP- 
ON-IT: 

1,597,165, CANC. INT. CL. 6. 

CRUISE HOLIDAYS INTERNATIONAL, INC., SAN 
DIEGO, CA FROM LONDON, J. MICHAEL, SAN 
DIEGO, CA: 

2,029,355, INT. CL. 38. 

CRYSTAL COMPUTER CORPORATION, SAN JOSE, CA: 
2,028,117, PUB. 9-17-1996. INT. CL. 9. 

CSA, INC., SOUTH EASTON, MA: 
2,029,335, INT. CL. 28. 

CUCORP, INC., SOUTHFIELD, MI: 

2,028,986, PUB. 10-15-1996. INT. CL. 42. 
CULINARY ENTERPRISES, INC., NAPERVILLE, IL: 
1,597,937, CANC. INT. CL. 42. 

CULLMAN VENTURES, INC., NEW YORK, NY: 
2,028,792, PUB. 10-15-1996. INT. CL. 16. 

CURTIS PACKING COMPANY, GREENSBORO, NC: 
1,063,441. REN. 11-25-96. INT. CL. 29. 

CUSTOM DUPLICATION, INC., INGLEWOOD, CA: 
2,029,181, MULTIPLE CLASS, INT. CLS. 9 AND 16. 
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CUSTOM LEATHERCRAFT MANUFACTURING CO. 
INC., LOS ANGELES, CA: 
1,597,240, CANC. INT. CL. 9. 
CUVAR, ROBERT, BUNKER HILL, IL AND CUVAR, 
CHRISTINA, BUNKER HILL, IL: 
1,597,375, CANC. INT. CL. 14. 


CWD INTERNATIONAL, INC., PITTSBURGH, PA: 
2,028,388, PUB. 10-15-1996. INT. CL. 16. 
2,028,394, PUB. 10-15-1996. INT. CL. 16. 
CX HOLDINGS LIMITED, 50 TOWN RANGE, GIBRAL- 
TAR: 
2,028,223, PUB. 10-15-1996. INT. CL. 11. 
CYBERGRAHAM INTERACTIVE, INC., CHINA GROVE, 
NC: 
2,028,841, PUB. 10-15-1996. INT. CL. 28. 
DA HUI, INC., KAILUA, HI FROM HUI O HE’E NALU, 
HALEIWA, HI: 
2,029,346, INT. CL. 16. 
DAC SOFTWARE, INC., DALLAS, TX: 
1,597,215, CANC. INT. CL. 9. 
DAKA INTERNATIONAL, INC., WAKEFIELD, MA: 
1,586,225, CANC. INT. CL. 42. 


DALLAS GOLF COMPANY, 
QUITE, TX: 
2,028,796, PUB. 10-15-1996. INT. CL. 28. 
DALLI-WERKE MAURER + WIRTZ GMBBH & CO. KG, 
STOLBERG, FED REP GERMANY: 
1,597,049, CANC. INT. CL. 3. 
DAMPNEY COMPANY, INC., EVERETT, MA: 
2,028,818, PUB. 10-15-1996. INT. CL. 2. 


DAN L. ARMSTRONG, P.C., EL PASO, TX: 
2,028,418, PUB. 10-15-1996. INT. CL. 42. 


DAN MOORE & ASSOCIATES, INC., CLEARWATER, FL: 
1,597,456, CANC. INT. CL. 20. 
DANA HOLDINGS LIMITED, SWINDON WILTSHIRE, 
ENGLAND: 
1,597,347, CANC. INT. CL. 12. 
DANECO DANIELI ECOLOGIA SPA, SAN GIOVANNI 
AL NATISONE (UD), ITALY: 
1,597,001, CANC. MULTIPLE CLASS, INT. CLS. 1, 4, 6, 
7, 9, 11, 16, 17, 19, 31, 37, 39, 40 AND 42. 
DANIELE, GENNARO, WILBRAHAM, MA: 
1,597,960, CANC. INT. CL. 9. 
DANIELS, MARCELLA, ROCKFORD, IL: 
1,597,948, CANC. MULTIPLE CLASS, INT. CLS. 9, 16 
AND 41. 
DAP PRODUCTS INC., TIPP CITY, OH: 
2,028,287, PUB. 10-15-1996. INT. CL. 1. 
DARLING CORPORATION, FAIRLAWN, NJ: 
2,028,913, PUB. 10-15-1996. INT. CL. 3. 
DART INDUSTRIES INC., ORLANDO, FL, TUPPER COR- 
PORATION, NORTH SMITHFIELD, RI: 
633,394. REN. 11-27-96. U.S. CL. 2 (INT. CL. 21). 
DASH INCORPORATED, SAN ANTONIO, TX: 
2,028,701, PUB. 10-15-1996. INT. CL. 28. 
DATA CONTROL CORPORATION, GRASS VALLEY, CA: 
2,028,398, PUB. 10-15-1996. INT. CL. 36. 
2,028,400, PUB. 10-15-1996. INT. CL. 42. 
DATA SYSTEMS CORPORATION, RICHMOND, VA: 
1,597,918, CANC. INT. CL. 42. 
DATAMAX BAR CODE PRODUCTS CORPORATION, OR- 
LANDO, FL: 
2,028,475, PUB. 10-15-1996. INT. CL. 9. 
DAVIS VISION, INCORPORATED, PLAINVIEW, NY: 
2,028,263, PUB. 10-15-1996. INT. CL. 42. 
DAVIS, ARTHUR E., JR., BROWNSVILLE, VT: 
2,028,759, PUB. 10-15-1996. INT. CL. 25. 
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DAWSON INTERNATIONAL HOLDINGS (USA), INC., 
TAMAQUA, PA: 

2,028,337, PUB. 10-15-1996. INT. CL. 25. 

DAYTON HUDSON CORPORATION, MINNEAPOLIS, MN, 
DBA TARGET STORES: 

1,597,496, CANC. MULTIPLE CLASS, INT. CLS. 24 
AND 27. 

DE FRANCE, DALE R., FORT COLLINS, CO, DBA DE 
FRANCE PACK: 

1,597,433, CANC. INT. CL. 18. 

DE PASCALE, JOHN F., STUDIO CITY, CA, DBA DURO- 
SHINE: 

1,597,036, CANC. INT. CL. 2. 

DEAN FOODS COMPANY, FRANKLIN PARK, IL: 
1,597,637, CANC. INT. CL. 29. 

DEB’S ENTERPRISES, EFFINGHAM, IL: 
2,029,002, PUB. 10-15-1996. INT. CL. 42. 

DECKERS OUTDOOR CORPORATION, CARPINTERIA, 

CA: 
2,029,264, INT. CL. 25. 
DEEPTONE, INC., DENVER, CO: 
2,028,339, PUB. 10-15-1996. INT. CL. 41. 

DEER PARK SPRING WATER INCORPORATED, LODI, 
NJ: 

1,597,678, CANC. INT. CL. 30. 

DEGRO, HEIDI, D-66399 ORMESHEIM, FED REP GER- 
MANY AND BODRIK, LUDWIG, 75248 OLBRONN- 
DURRN, FED REP GERMANY: 

2,028,378, PUB. 10-15-1996. INT. CL. 28. 
DEL MONTE CORPORATION, SAN FRANCISCO, CA: 
1,597,654, CANC. INT. CL. 29. 

DEL WEBB CORPORATION, PHOENIX, AZ: 

2,029,020, PUB. 10-15-1996. INT. CL. 41. 

DELIGHTFUL LIVING VENTURES, LAKEFIELD, MN: 

2,028,221, PUB. 10-15-1996. INT. CL. 9. 

DELOUPE, INC., ST. EVARISTE, QC. GOM 
CANADA: 

2,028,399, PUB. 10-15-1996. INT. CL. 12. 

DELTATRAK, INC., PLEASANTON, CA: 

2,028,864, PUB. 10-15-1996. INT. CL. 1. 

DEMCO, INC., MADISON, WI: 

2,028,296, PUB. 10-15-1996. INT. CL. 16. 

DEN-MAT CORPORATION, SANTA MARIA, CA, DBA 
DEN-MAT: 

2,029,340, INT. CL. 5. 
DENNISON MANUFACTURING COMPANY, FRAMING- 
HAM, MA: 
1,597,462, CANC. INT. CL. 20. 
DENSON INDUSTRIES, INC., MORGANTOWN, WV: 
2,029,003, PUB. 10-15-1996. INT. CL. 9. 
DENTSPLY RESEARCH & DEVELOPMENT CORP., MIL- 
FORD, DE: 
1,052,745. REN. 11-27-96. INT. CL. 5. 
DESIGNS FOR VISIONS, INC., RONKONKOMA, NY: 
1,053,583. REN. 11-27-96. INT. CL. 10. 
DESOTO HOSIERY MILLS, INC.: See— 
DESOTO MILLS, INC.. 
DESOTO MILLS, INC., FORT PAYNE, AL FROM DESOTO 
HOSIERY MILLS, INC., FORT PAYNE, AL: 
2,028,087, PUB. 1-9-1996. INT. CL. 25. 
DESSERT MARKETING CORP., GREAT NECK, NY: 
2,028,356, PUB. 6-11-1996. INT. CL. 30. 
DETROIT EDISON COMPANY, THE, DETROIT, MI: 
2,028,453, PUB. 10-15-1996. INT. CL. 35. 

DEUTSCHE VOEST-ALPINE INDUSTRIEANLAGENBAU 

GMBH, DUSSELDORF, FED REP GERMANY: 
1,597,176, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 
11. 
DEVILBISS HEALTH CARE, INC., SOMERSET, PA: 
2,029,288, INT. CL. 9. 
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DFS GROUP L.P., SAN FRANCISCO, CA: 
2,029,067, MULTIPLE CLASS, INT. CLS. 18 AND 25. 
DIAGNOSTICA STAGO, 92600 ASNIERES, FRANCE: 
2,028,212, PUB. 10-15-1996. INT. CL. 10. 
DIAMOND PARKING, INC., SEATTLE, WA: 
1,062,470. REN. 11-25-96. INT. CL. 39. 
DIAMONDSPIN LURE INC., PARMA, OH: 
1,528,432, CANC. INT. CL. 28. 
DIC PRODUCTIONS, L.P., BURBANK, CA: 
2,028,742, PUB. 10-15-1996. INT. CL. 41. 
DIET POWER PRODUCTS LLC, LOS ANGELES, CA 
FROM SLENDER SECRET, INC., LOS ANGELES, CA: 
2,029,266, MULTIPLE CLASS, INT. CLS. 5, 29, 30 AND 
32. 
DIGITOUCH, INC., OLNEY, MD: 
2,029,032, PUB. 10-15-1996. INT. CL. 35. 
DILLARD DEPARTMENT STORES, INC., LITTLE ROCK, 
AR: 
2,028,938, PUB. 10-15-1996. INT. CL. 25. 
DIRECT TECHNOLOGY LIMITED, ISLEWORTH, MID- 
DLESEX TW7 4DS, ENGLAND: 
2,028,200, PUB. 5-21-1996. INT. CL. 9. 
DISPOSAL CONTROL SERVICE, INC., UPLAND, CA: 
1,597,463, CANC. INT. CL. 20. 
DISTAFF CORPORATION, CLEVELAND, OH: 
1,597,022, CANC. INT. CL. 1. 
DISTRIBUTEL, INC., SAN DIEGO, CA: 
2,028,262, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 16 AND 38. 
DIVORCE OR NO DIVORCE, INC, DEERFIELD BEACH, 
FL: 
2,028,896, PUB. 10-15-1996. INT. CL. 42. 
DMC SALES, INC., KANNAPOLIS, NC: 
1,576,536, CANC. INT. CL. 25. 
DOCTORS FOSTER & SMITH, INC., RHINELANDER, WI: 
2,028,313, PUB. 10-15-1996. INT. CL. 5. 
DOCUMENT CONTROL SYSTEMS, INC., PLACENTIA, 
CA: 
2,028,289, PUB. 10-15-1996. INT. CL. 16. 
DORPAN, S.L., MADRID, SPAIN: 
2,028,292, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 16 AND 42. 
DOW CORNING CORPORATION, MIDLAND, MI: 
1,597,030, CANC. INT. CL. 1. 
DOWDEN PUBLISHING COMPANY, INC., MONTVALE, 
NJ: 
2,028,153, PUB. 10-15-1996. INT. CL. 16. 
DR. FISCHER AKTIENGESELLSCHAFT, 
VADUZ, FURSTENTUM, LIECHTENSTEIN: 
2,028,775, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 5 AND 10. 
DRESS BARN, INC., SUFFERN, NY: 
2,029,014, PUB. 10-15-1996. INT. CL. 25. 
DRESSER INDUSTRIES, INC., DALLAS, TX: 
1,597,249, CANC. INT. CL. 9. 
DRESSER-RAND COMPANY, CORNING, NY, ELECTRIC 
MACHINERY MFG. COMPANY, MINNEAPOLIS, MN: 
1,018,393. REN. 11-27-96. INT. CL. 9. 
DRIL-QUIP, INC., HOUSTON, TX: 
2,028,423, PUB. 10-15-1996. INT. CL. 7. 
DRIVER, MELVIN B., LUTON BEDFORDSHIRE, UNITED 
KINGDOM: 
2,028,060, PUB. 6-13-1995. INT. CL. 18. 
DRUM INDUSTRIES, INC., LOUISVILLE, KY: 
2,028,899, PUB. 10-15-1996. INT. CL. 7. 
DRYBAR INC., BURLINGTON, ONTARIO L7T 
CANADA: 
2,029,015, PUB. 10-15-1996. INT. CL. 21. 


FL-9490 
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DUALSTAR ENTERTAINMENT GROUP, INC., NEW 
YORK, NY: 

2,029,150, INT. CL. 25. 

DUCK SOUP, LTD., CHARLOTTESVILLE, VA: 
1,597,455, CANC. INT. CL. 20. 

DUFFY, INC., HADDONFIELD, NJ, TA SILKS: 
2,029,028, PUB. 10-15-1996. INT. CL. 42. 

DUGE, CHERIE M., BENTON HARBOR, MI: 
2,029,008, PUB. 10-15-1996. INT. CL. 25. 

DUNLOP MANUFACTURING, INC., BENICIA, CA, 
HERCO INDUSTRIES, INC., NEW YORK, NY, DBA 
HERCO PRODUCTS: 

1,052,372. REN. 11-27-96. INT. CL. 15. 

DUPONT MERCK PHARMACEUTICAL COMPANY, THE, 
WILMINGTON, DE, ENDO LABORATORIES, INC., 
GARDEN CITY, NY: 

1,051,682. REN. 11-25-96. INT. CL. 5. 

DURACRAFT CORPORATION, WHITINSVILLE, MA: 

2,029,250, INT. CL. 11. 
DURNEY, WILLIAM W., CARMEL, CA, DBA GRIFFITH- 
DURNEY COMPANY, OCEANS OF THE WORLD CO:: 

1,597,657, CANC. INT. CL. 29. 

DUZ MOR, INC., DES MOINES, IA: 
1,597,169, CANC. INT. CL. 6. 

DYNA-QUEST TECHNOLOGIES, INC., SUDBURY, MA: 
2,029,388, INT. CL. 9. 

DYNAMIC DECISIONS, INC., EDISON, NJ: 
2,029,132, INT. CL. 9. 

E. I DU PONT DE NEMOURS AND COMPANY, WIL- 

MINGTON, DE: 
1,597,018, CANC. INT. CL. 1. 
E. R. SQUIBB & SONS, INC., PRINCETON, NJ: 
1,597,312, CANC. INT. CL. 10. 
1,597,313, CANC. INT. CL. 10. 
1,597,314, CANC. INT. CL. 10. 

EAGLE MOUNTAIN INTERNATIONAL CHURCH, INC., 
FORT WORTH, TX: 

2,028,530, PUB. 10-15-1996. INT. CL. 9. 

EARLE M. JORGENSEN COMPANY, BREA, CA: 

2,028,980, PUB. 10-15-1996. INT. CL. 42. 

EARLY WARNING SYSTEMS OF NEW YORK, INC., NEW 
YORK, NY: 

1,597,251, CANC. INT. CL. 9. 

EARTH FORCE, INC., ARLINGTON, VA: 

2,029,168, MULTIPLE CLASS, INT. CLS. 41 AND 42. 

EARTH TOUCH FRANCHISE CORPORATION, ALBU- 
QUERQUE, NM: 

2,029,137, INT. CL. 5. 

EASTPORT YACHT CLUB, INC., ANNAPOLIS, MD: 
2,028,143, PUB. 10-15-1996. INT. CL. 41. 

EATON CORPORATION, CLEVELAND, OH: 
2,029,319, INT. CL. 9. 

EBONITE INTERNATIONAL, INC., HOPKINSVILLE, KY: 
2,028,441, PUB. 10-15-1996. INT. CL. 28. 

EDDIE HAGGAR LIMITED, INC., DALLAS, TX: 
2,029,074, INT. CL. 25. 

EDISON BROTHERS STORES, INC., ST. LOUIS, MO: 
1,597,429, CANC. INT. CL. 18. 

EDUCATIONAL EXPEDITIONS INTERNATIONAL IN- 
CORPORATED, WATERTOWN, MA: 

1,050,322. REN. 11-27-96. INT. CL. 41. 
EGSTON EGGENBURGER SYSTEM ELEKTRONIK 
GES.M.B.H, A-3730 EGGENBURG, AUSTRIA: 
2,028,294, PUB. 10-15-1996. INT. CL. 9. 
ELANTEC INCORPORATED, LAKEWOOD, CO: 
1,597,139, CANC. INT. CL. 5. 
ELDER-BEERMAN STORES CORP., THE, DAYTON, OH: 
2,028,164, PUB. 10-15-1996. INT. CL. 25. 


ELEKTROSUISSE S.R.L, GALLARATE (VARESE), 
ITALY: 


1,597,325, CANC. INT. CL. 11. 
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ELI LILLY AND COMPANY, INDIANAPOLIS, IN: 
2,028,868, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 5,9 AND 16. 
ELIZABETH LEATHER BAGS CO., INC., PORT WASH- 
INGTON, NY: 
1,597,432, CANC. INT. CL. 18. 
ELMORE-PISGAH, INC., SPINDALE, NC: 
2,028,410, PUB. 3-5-1996. INT. CL. 23. 
2,028,411, PUB. 3-5-1996. INT. CL. 23. 
ELVIS PRESLEY ENTERPRISES, INC., MEMPHIS, TN: 
1,597,045, CANC. INT. CL. 3. 
EMPCO INDUSTRIES, INC., GLENDALE, CA: 
1,597,349, CANC. INT. CL. 12. 
EMPLOYMENT CONDITIONS ABROAD LIMITED, 
LONDON SW3 3TY, ENGLAND: 
2,028,381, PUB. 10-15-1996. INT. CL. 35. 
ENCORE MEDIA CORPORATION, ENGLEWOOD, CO: 
2,029,147, MULTIPLE CLASS, INT. CLS. 38 AND 41. 
ENSEC, INC., BOCA RATON, FL: 
2,029,123, INT. CL. 41. 
ENSITE, INC., KENNESAW, GA: 
2,028,957, PUB. 10-15-1996. INT. CL. 40. 
ENVIRONMENTAL SYSTEMS PRODUCTS, INC., EAST 
GRANBY, CT, HAMILTON TEST SYSTEMS, INC., 
WINDSOR LOCKS, CT: 
1,002,682. REN. 11-27-96. INT. CL. 9. 
EPAZOTE, LTD., DEL MAR, CA: 
2,028,993, PUB. 10-15-1996. INT. CL. 42. 
EPI ENVIRONMENTAL PRODUCTS INC., CONROE, TX: 
2,028,987, PUB. 10-15-1996. INT. CL. 7. 
EPI PRODUCTS USA, INC., CULVER CITY, CA: 
1,597,200, CANC. INT. CL. 8. 
EPICOR INDUSTRIES, INC., RICHMOND, IN, IDEAL 
CORPORATION, BROOKLYN, NY: 
621,069. REN. 11-25-96. U.S. CL. 13 (INT. CL. 6). 
EPITAPH, HOLLYWOOD, CA: 
2,028,176, PUB. 10-15-1996. INT. CL. 41. 
EPSILON ELECTRONICS, INC., LOS ANGELES, CA: 
1,597,219, CANC. INT. CL. 9. 
EQUIS INTERNATIONAL INC., SALT LAKE CITY, UT: 
2,028,138, PUB. 5-28-1996. MULTIPLE CLASS, INT. 
CLS. 9, 36 AND 42. 
EQUITABLE LIFE ASSURANCE SOCIETY OF THE 
UNITED STATES, THE, NEW YORK, NY: 
1,575,502, CANC. INT. CL. 36. 
ERWIN PEARL, INC., WARWICK, RI: 
2,029,342, INT. CL. 14. 
ESAB WELDING PRODUCTS, INC., CHICAGO, IL: 
1,597,270, CANC. INT. CL. 9. 
ESCAPADES!, INC., SAN FRANCISCO, CA: 
1,597,584, CANC. MULTIPLE CLASS, INT. CLS. 25 
AND 36. 
ESPOMA COMPANY, THE, MILLVILLE, NJ: 
557,316, AM. U.S. CL. 10. 
ESPRESSO USA, INC., SEATTLE, WA: 
2,028,246, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 11, 30 AND 42. 
ESTEE LAUDER INC., NEW YORK, NY: 
1,597,080, CANC. INT. CL. 3. 
ETABLISSEMENTS CRAMBES, CAUSSADE, FRANCE: 
1,597,583, CANC. INT. CL. 25. 
ETABLISSEMENTS JEAN CATHERIN S.A., QUINCIEUX, 
SAINT GERMAIN AU MONT D'OR, FRANCE: 
1,597,625, CANC. INT. CL. 28. 
ETECK INTERNATIONAL, INC., YPSILANTI, MI: 
2,029,130, MULTIPLE CLASS, INT. CLS. 37 AND 40. 
EURAL S.A., NEUILLY-SUR-SEINE, FRANCE: 
1,597,746, CANC. INT. CL. 32. 
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EURO FLASH INC., HILLSDALE, NJ: 
1,597,567, CANC. INT. CL. 25. 
EUROPEAN AMERICAN BANK, UNIONDALE, NY: 
1,597,990, CANC. INT. CL. 36. 
EVA ESPANOLA, S.L., 08024 BARCELONA, SPAIN: 
2,028,302, PUB. 10-15-1996. INT. CL. 3. 
EVERCOLOR CORPORATION, EL DORADO HILLS, CA: 
2,029,140, INT. CL. 42. 
EVEREADY BATTERY COMPANY, INC., ST. LOUIS, MO: 
2,028,373, PUB. 10-15-1996. INT. CL. 9. 
2,028,736, PUB. 10-15-1996. INT. CL. 11. 
EVERSHARP PEN COMPANY, FRANKLIN PARK, IL: 
2,028,761, PUB. 10-15-1996. INT. CL. 16. 
EX TERRA FOUNDATION, THE, EDMONTON, ALBER- 
TA TSJ 4A1, CANADA: 
2,029,409, INT. CL. 28. 
EXCEL PROGRAM, INC., THE, JACKSONVILLE, FL: 
2,028,071, PUB. 2-9-1993. INT. CL. 41. 
EXECUTIVE PERFORMANCE SYSTEMS, INC., ATLAN- 
TA, GA: 
2,028,414, PUB. 10-15-1996. INT. CL. 41. 
EXPORT INTERNATIONAL COMPANY USA, PHOENIX, 
AZ: 
2,028,661, PUB. 10-15-1996. INT. CL. 42. 
EXPRESS EMBROIDERY, INC, GREEN BAY, WI: 
2,028,276, PUB. 5-28-1996. INT. CL. 42. 
EXPRESS LANE LIMITED PARTNERSHIP, SEATTLE, 
WA: 
1,597,915, CANC. INT. CL. 42. 
EXQUISITE FORM INDUSTRIES, _INC., 
MANOR, NY: 
1,597,599, CANC. INT. CL. 25. 
EYE CENTERS OF LOUISVILLE, P.S.C., LOUISVILLE, 
KY: 
2,028,324, PUB. 6-4-1996. INT. CL. 42. 
EYEAR OPTICAL INC., CHATTANOOGA, TN: 
1,597,928, CANC. INT. CL. 42. 
EYES ENTERPRISES, INC., HOLLYWOOD, CA, DBA 
DAMIAN MUSIC: 
2,029,372, MULTIPLE CLASS, INT. CLS. 9 AND 35. 
EZPOWER SYSTEMS, INC., PHILADELPHIA, PA: 
2,028,372, PUB. 10-15-1996. INT. CL. 9. 
F. WARDYNSKI & SONS, INC., BUFFALO, NY: 
2,028,515, PUB. 10-15-1996. INT. CL. 29. 
FABRICA DE CALZADO ORVAL, S.A. DE C.V., MEXICO 
D.F., MEXICO: 
1,597,555, CANC. INT. CL. 25. 
FABRITEC INTERNATIONAL CORPORATION, COLD 
SPRING, KY: 
2,029,337, INT. CL, 37. 
2,029,338, INT. CL. 37. 
FAIRCHILD INDUSTRIAL PRODUCTS COMPANY, WIN- 
STON-SALEM, NC: 
2,028,920, PUB. 10-15-1996. INT. CL. 7. 
FAIRLINE BOATS PLC, CAMBS PE8 5PA, GREAT BRIT- 
AIN: 
2,028,171, PUB. 10-15-1996. INT. CL. 12. 
FALCON COMPUTER SERVICES, INC., CORVALLIS, OR, 
DBA FENRIS COMPUTER SERVICES, INC.: 
2,029,117, INT. CL. 38. 
FALLMANN UND BAUERNFEIND GESELLSCHAFT 
M.B.H., 4040 LINZ-PUCHENAU, AUSTRIA: 
2,028,728, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
FAMILY CLUBHOUSE, ASHEVILLE, NC: 
2,028,338, PUB. 10-15-1996. INT. CL. 25. 
FARMER’S DAUGHTER PRODUCTIONS, THE, NILES, 
OH: 
1,597,862, CANC. INT. CL. 41. 
FARMERS SUPPLY CO. OF DINUBA, INC., REEDLEY, 
CA: 
2,028,612, PUB. 10-15-1996. INT. CL. 29. 
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FARNAM COMPANIES, INC., PHOENIX, AZ: 
2,028,982, PUB. 10-15-1996. INT. CL. 21. 
FASHION INTERNET, INC., NEW YORK, NY: 
2,028,719, PUB. 10-15-1996. INT. CL. 41. 
FASHION TELEVISION ASSOCIATES, L.P., NEW YORK, 

NY: 
2,029,060, INT. CL. 9. 
FAST HEAT, INC., ELMHURST, IL: 
2,028,161, PUB. 10-24-1995. INT. CL. 39. 

FAST TRACK USA, INC., BATON ROUGE, LA: 

1,597,669, CANC. MULTIPLE CLASS, INT. CLS. 30 
AND 42. 
1,597,734, CANC. INT. CL. 32. 

FELIX, JOSE LUIS VIGIL, AVILES, 33400-ASTURIAS, 

SPAIN: 
2,028,173, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 25 AND 28. 
FERDINAND GUTMANN & COMPANY, BROOKLYN, NY: 
1,063,599. REN. 11-25-96. INT. CL. 20. 
FERGUSON HEALTH AND NUTRITION, INC., REX- 
BURG, ID: 

2,028,124, PUB. 3-21-1995. INT. CL. 5. 

FERRARA PAN CANDY CO., INC., FOREST PARK, IL: 
1,597,694, CANC. INT. CL. 30. 

FIBER OPTIC CENTER, INC., NEW BEDFORD, MA: 
2,028,712, PUB. 10-15-1996. INT. CL. 3. 

FIEGE, RETHA RAY, CHATTANOOGA, TN: 
2,028,798, PUB. 10-15-1996. INT. CL. 3. 

FINCH, JOHN III, POMPANO BEACH, FL: 
2,029,281, INT. CL. 35. 

FINE PAINTS OF EUROPE, INC., WOODSTOCK, VT: 
2,028,142, PUB. 10-15-1996. INT. CL. 42. 

FIRST AMERICAN FINANCIAL CORPORATION, THE, 
SANTA ANA, CA: 

2,028,839, PUB. 10-15-1996. INT. CL. 36. 
2,028,977, PUB. 10-15-1996. INT. CL. 36. 

FIRST BAPTIST CHURCH OF CLEARWATER, INC., 
CLEARWATER, FL, DBA CALVARY BAPTIST 
CHURCH: 

2,028,831, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 16 AND 42. 
FIRST TEAM SPORTS, INC., MOUNDS VIEW, MN: 
2,029,309, INT. CL. 28. 
FISHER COMMUNICATIONS INC., SEATTLE, WA: 
2,028,210, PUB. 10-15-1996. INT. CL. 38. 

FITNESS IN TODAY’S TIMES, INC., GERMANTOWN, 
MD: 

2,029,009, PUB. 10-15-1996. INT. CL. 41. 

FKI INDUSTRIES INC., FAIRFIELD, CT, TA ACCO 
CHAIN & LIFTING PRODUCTS DIVISION, AMERICAN 
CHAIN & CABLE COMPANY, INC., BRIDGEPORT, CT: 

1,054,949. REN. 11-27-96. INT. CL. 6. 
FLEER CORP., MOUNT LAUREL, NJ: 
2,028,948, PUB. 10-15-1996. INT. CL. 16. 
FLORIDA STATE PRODUCTS, INC., ORLANDO, FL: 
1,597,065, CANC. INT. CL. 3. 
FLYNN INDUSTRIES, INC., MIAMI, FL: 
1,597,379, CANC. INT. CL. 14. 
FMS FUTURE MEDICAL SYSTEM S.A., MEYRIN, SWIT- 
ZERLAND: 
2,028,241, PUB. 10-15-1996. INT. CL. 10. 
FORT HOWARD CORPORATION, GREEN BAY, WI: 
2,028,854, PUB. 10-15-1996. INT. CL. 16. 
FORTUNE PLASTICS,INC., OLD SAYBROOK, CT: 
2,028,725, PUB. 10-15-1996. INT. CL. 10. 

FORTY-NINER DEVELOPMENT COMPANY, LAKE 

TAHOE, NV, DBA JOHN’S TAHOE NUGGET: 
1,597,930, CANC. INT. CL. 42. 
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FOUJAN, LOS ANGELES, CA: 
1,597,557, CANC. INT. CL. 25. 
FRABA GMBH, D-50735 KOLN, FED REP GERMANY: 
2,028,340, PUB. 10-15-1996. INT. CL. 9. 
FRAMESI S.R.L., PROVINCE OF MILAN, ITALY: 
2,028,770, PUB. 10-15-1996. INT. CL. 3. 
FRANCE, BEATA, SAN FRANCISCO, CA: 
2,028,817, PUB. 10-15-1996. INT. CL. 41. 
FRANCIS PRESS, INC., THE, WASHINGTON, DC: 
2,029,005, PUB. 10-15-1996. INT. CL. 41. 
FRANKLIN HOUSE PUBLISHING, INC., FRANKLIN, TN: 
1,597,241, CANC. INT. CL. 9. 
FREDERICKSEAL, INC., MANCHESTER, NH: 
2,029,010, PUB. 10-15-1996. INT. CL. 17. 
FREEDOM NUMBER. INC., PARK RIDGE, IL: 
2,008,374, CANC. IIRN. RESTORED TO S.N. 75-013,494. 
FREERIDER CORPORATION LTD. KAOHSIUNG 
COUNTY, TAIWAN: 
2,028,833, PUB. 10-15-2996. INT. CL. 12. 
FREMONT INTERNATIONAL TRADING, INC., FRE- 
MONT, CA: 
2,028,482, PUB. 10-15-1996. INT. CL. 28. 
FREUDENBERG NONWOVENS LIMITED PARTNER- 
SHIP, CHELMSFORD, MA: 
2,028,121, PUB. 10-15-1996. INT. CL. 24. 
FRONTIER TECHNOLOGIES CORPORATION, MEQUON, 
WI: 
2,029,306, INT. CL. 9. 
FUCHS, STANLEY, NEW YORK, NY: 
1,597,912, CANC. INT. CL. 42. 
FUJITSU GENERAL LIMITED, KANAGAWA-KEN, 
JAPAN: 
2,029,352, INT. CL. 9. 
FUJITSU PERSONAL SYSTEMS, INC., SANTA CLARA, 
CA: 
2,029,142, INT. CL. 9. 
FUTURE IS NOW CORP., THE, BELLEVUE, WA: 
1,597,280, CANC. INT. CL. 9. 
GALE HAYMAN, INC., CENTURY CITY, CA TO LA PAR- 
FUMERIE, INC., NEW YORK, NY: 
1,594,813, AM. INT. CL. 3. 
GALI SERVICE INDUSTRIES, INC., ROCKVILLE, MD: 
2,028,551, PUB. 10-15-1996. INT. CL. 37. 
GALLEGOS, BILL, CRESCO, IA, DBA PUSH CART MEXI- 
CAN FOODS: 
1,597,674, CANC. INT. CL. 30. 
GANNETT CO., INC., ARLINGTON, VA: 
2,028,744, PUB. 10-15-1996. INT. CL. 42. 
2,028,777, PUB. 10-15-1996. INT. CL. 35. 
2,029,387, INT. CL. 42. 
GARNER & MARTIN, PIKEVILLE, NC: 
1,597,867, CANC. INT. CL. 41. 
GARON KNITTING MILLS, INC., DULUTH, MN: 
1,597,533, CANC. INT. CL. 25. 
GARRITY INDUSTRIES, INC., MADISON, CT: 
1,597,337, CANC. INT. CL. 11. 
GATEWAY OF CALIFORNIA, INC., COMMERCE, CA: 
1,597,517, CANC. INT. CL. 25. 
GAUER METAL PRODUCTS, INC., KENILWORTH, NJ: 
1,597,160, CANC. MULTIPLE CLASS, INT. CLS. 6 AND 
7. 
GC THORSEN, INC., ROCKFORD, IL: 
2,028,334, PUB. 10-15-1996. INT. CL. 8. 
GEA AKTIENGESELLSCHAFT, 4630 BOCHUM, FED REP 


GERMANY FROM GEA GMBH, BOCHUM, FED REP 
GERMANY: 


2,028,057, PUB. 8-6-1985. MULTIPLE CLASS, INT. CLS. 
35, 36 AND 42. 
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GEA AKTIENGESELLSCHAFT, 4630 BOCHUM, FED REP 
GERMANY FROM GEA LUFTKUHLERGESELLS- 
CHAFT HAPPEL GMBH & CO. KG, 4630 BOCHUM, FED 
REP GERMANY: 


2,028,058, PUB. 10-29-1985. MULTIPLE CLASS, INT. 
CLS. 37, 40 AND 42. 
GEA GMBH: See— 
GEA AKTIENGESELLSCHAFT. 
GEA LUFTKUHLERGESELLSCHAFT HAPPEL GMBH & 
CO. KG: See— 
GEA AKTIENGESELLSCHAFT. 
GEHL COMPANY, WEST BEND, WI: 
1,597,345, CANC. INT. CL. 12. 
GEIGER, WILLIAM L., CHEVY CHASE, MD: 
1,597,374, CANC. INT. CL. 14. 
GELLER, DAN, SAN FRANCISCO, CA, DBA MARKETEX: 
1,597,404, CANC. INT. CL. 16. 
GEMS BY GENE, GRAND FORKS, ND: 
1,597,356, CANC. MULTIPLE CLASS, INT. CLS. 14 
AND 31. 
GENCORP INC., AKRON, OH: 
1,597,620, CANC. INT. CL. 27. 
GENCORP INC., FAIRLAWN, OH: 
2,029,040, PUB. 10-15-1996. INT. CL. 27. 
GENERAL BICYCLE AND MOPED COMPANY, INCOR- 
PORATED, EAST RUTHERFORD, NJ: 
1,597,339, CANC. INT. CL. 12. 
GENERAL MILLS, INC., MINNEAPOLIS, MN: 
1,597,691, CANC. INT. CL. 30. 
2,028,093, PUB. 10-15-1996. INT. CL. 30. 
GENERAL MOTORS ACCEPTANCE CORPORATION, DE- 
TROIT, MI: 
623,260. REN. 11-27-96. U.S. CL. 102 (INT. CL. 36). 
GENERAL SPANISH CONSORTIUM, A.LE., MURCIA, 
SPAIN: 
2,028,541, PUB. 10-15-1996. INT. CL. 29. 
GENETIC DESIGN, INC., GREENSBORO, NC: 
2,028,867, PUB. 10-15-1996. INT. CL. 42. 
2,028,872, PUB. 10-15-1996. INT. CL. 42. 
GENOVUS, INC., PLYMOUTH, MN: 
2,028,870, PUB. 10-15-1996. INT. CL. 42. 
GENTEX CORPORATION, CARBONDALE, PA, GENTEX 
CORPORATION, NEW YORK, NY: 
1,030,610. REN. 11-27-96. MULTIPLE CLASS, INT. CLS. 
9 AND 17. 
GEOFFREY, INC., WILMINGTON, DE: 
1,597,569, CANC. INT. CL. 25. 
2,029,016, PUB. 10-15-1996. INT. CL. 24. 
GEORGE MASON UNIVERSITY, FAIRFAX, VA: 
1,576,906, CANC. INT. CL. 41. 
GETTY PETROLEUM CORP., JERICHO, NY: 
2,029,061, INT. CL. 3. 
GIBBONS, ANNE, NEW YORK, NY: 
2,028,794, PUB. 10-15-1996. INT. CL. 16. 
GIBSON, SUSAN D., BEVERLY HILLS, CA: 
1,528,892, CANC. INT. CL. 41. 
GINDI, FRANCINE, BOULDER, CO: 
2,028,814, PUB. 10-15-1996. INT. CL. 42. 
GINEGAR PLASTIC PRODUCTS, KIBBUTZ GINEGAR 
30053, ISRAEL: 
2,028,149, PUB. 10-15-1996. INT. CL. 17. 
GINTUZI CANADA INC., WOODBRIDGE, ONTARIO, 
CANADA: 
1,597,454, CANC. INT. CL. 20. 
GLANZROCK, CINDY B.F., NEW YORK CITY, NY: 
2,028,392, PUB. 10-15-1996. INT. CL. 41. 
GLASSER, ELLIOTT, SCOTTSDALE, AZ: 
615,484. REN. 11-25-96. U.S. CL. 102 (INT. CL. 36). 
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GLASSEY, MARIE, WEST ATLANTIC CITY, NJ: 
1,597,516, CANC. INT. CL. 25. 
GLEN RAVEN MILLS, INC., GLEN RAVEN, NC: 
2,028,355, PUB. 10-15-1996. INT. CL. 3. 
GLIDDEN COMPANY, THE, CLEVELAND, OH, SCM 
CORPORATION, CLEVELAND, OH: 
1,044,580. REN. 11-27-96. INT. CL. 2. 
GLIDE N’GUARD FLOOR PROTECTION LTD., SASKA- 
TOON, SASKATCHEWAN, CANADA: 
2,028,088, PUB. 11-14-1995. INT. CL. 20. 
GLISSEN CHEMICAL COMPANY, INC., BROOKLYN, NY: 
1,597,093, CANC. INT. CL. 3. 
GLOBAL STRATEGIC MANAGEMENT, INC., ANNAP- 
OLIS, MD: 
2,028,253, PUB. 10-15-1996. INT. CL. 36. 
GN NETCOM, EDEN PRAIRIE, MN: 
2,029,192, INT. CL. 9. 
GODA & ASSOCIATES, INC., MT. PROSPECT, IL: 
2,028,944, PUB. 10-15-1996. INT. CL. 16. 
GOLD BOND ICE CREAM, INC., GREEN BAY, WI: 
1,597,708, CANC. INT. CL. 30. 
GOLDBERG, CAROL, SYOSSET, NY: 
2,028,477, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
GOLDBERG, LINDA LEE, LARKSPUR, CA: 
2,028,905, PUB. 10-15-1996. INT. CL. 42. 
GOLF DISCOUNT OF ST. LOUIS, INC., ST. PETERS, MO: 
2,028,258, PUB. 10-15-1996. INT. CL. 42. 
GOLF STIX, INC., LEXINGTON, KY: 
2,028,382, PUB. 10-15-1996. INT. CL. 28. 
GOOD BOND INDUSTRIAL CORPORATION, TAINAN, 
TAIWAN: 
1,597,224, CANC. INT. CL. 9. 
GOODFELLOW CAMBRIDGE LIMITED, CAMBRIDGE, 
ENGLAND: 
1,588,437, CANC. INT. CL. 9. 
1,588,438, CANC. INT. CL. 9. 
GOODRIDGE, WALT F.J., NEW YORK, NY: 
2,028,828, PUB. 10-15-1996. INT. CL. 42. 
GOODYEAR TIRE & RUBBER COMPANY, THE, AKRON, 
OH: 
2,028,950, PUB. 10-15-1996. INT. CL. 1. 
2,029,021, PUB. 10-15-1996. INT. CL. 7. 
GOURMET GARNISHES, INC., SAN ANTONIO, TX: 
1,597,639, CANC. INT. CL. 29. 
GRACE, KEVIN, FOUNTAIN VALLEY, CA, DBA EX- 
PIRED SNOWBOARDS USA: 
2,028,879, PUB. 10-15-1996. INT. CL. 28. 
GRAND CASINOS, INC., PLYMOUTH, MN: 
2,028,123, PUB. 5-28-1996. INT. CL. 42. 
GRANITO COFFEE WORKS, INC., SAN ANTONIO, TX: 
2,028,481, PUB. 10-15-1996. INT. CL. 30. 
GRANT TFW, INC., HOUSTON, TX: 
2,028,288, PUB. 10-15-1996. INT. CL. 6. 
GRAPESKINS, INC., KELLY, WY: 
1,597,486, CANC. INT. CL. 21. 
GREAT LAKES BIOCHEMICAL CO., INC., MILWAUKEE, 
WI: 


1,057,291. REN. 11-25-96. INT. CL. 1. 
GREAT-WEST LIFE ASSURANCE COMPANY, THE, EN- 
GLEWOOD, Co: 
1,597,822, CANC. INT. CL. 36. 
GREENBAND ENTERPRISES, INC., SALT LAKE CITY, 
UT: 
2,028,383, PUB. 10-15-1996. INT. CL. 35. 
GREENBERG, ROGER L., M.D., SAN FRANCISCO, CA: 
1,597,306, CANC. INT. CL. 10. 
GREENLEAF CORPORATION, SAEGERTOWN, PA: 
2,028,502, PUB. 10-15-1996. INT. CL. 7. 
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GRESHAM MARKETING GMBH., KAISERSLAUTERN, 
FED REP GERMANY: 


1,597,471, CANC. MULTIPLE CLASS, INT. CLS. 21 
AND 28. 

GRFX PRODUCTIONS, HOLLYWOOD, CA: 

2,028,284, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35, 41 AND 42. 

GRIDCORE SYSTEMS INTERNATIONAL, INC., LONG 
BEACH, CA FROM NOBLE FRANKLIN CORPORA- 
TION, CARLSBAD, CA: 

2,029,083, INT. CL. 19. 
GRIMM, PATRICIA E.: See— 
ZIMMER, DOUGLAS J.. 
GROUP CARD INC., THE, VIRGINIA BEACH, VA: 
1,597,818, CANC. INT. CL. 36. 
GROUP THREE ELECTRONICS, INC., TORRANCE, CA: 
1,597,764, CANC. INT. CL. 35. 

GTE DIRECTORIES SERVICE CORPORATION, D/FW 
AIRPORT, TX FROM GTE NATIONAL MARKETING 
SERVICES CORPORATION, DFW/AIRPORT, TX: 

2,028,081, PUB. 7-19-1994. INT. CL. 35. 

GTE NATIONAL MARKETING SERVICES CORPORA- 
TION: See— 

GTE DIRECTORIES SERVICE CORPORATION. 

GTI, INC., ARVADA, CO: 

2,028,884, PUB. 10-15-1996. INT. CL. 7. 

GUARANTEED ESTATE BOND CORPORATION, OAK- 
VILLE, ONTARIO L6L 3B7, CANADA: 

2,028,366, PUB. 10-15-1996. INT. CL. 36. 
GUESS ?, INC., LOS ANGELES, CA: 
1,597,550, CANC. INT. CL. 25. 

GURSKI, RAYMOND L., BELLAIRE, TX, DBA JEANNE’S 
ROCK & JEWELRY: 

1,597,909, CANC. INT. CL. 42. 

GUSDORF CANADA LTD., TOWN OF MOUNT ROYAL, 
QUEBEC, CANADA, GUSDORF & SONS, INC., SAINT 
LOUIS, MO: 

1,041,346. REN. 11-27-96. INT. CL. 20. 

GUYTON, D. SAGE, HOLLYWOOD, CA: 

2,029,213, INT. CL. 41. 
H. BAHLSENS KEKSFABRIK KG, HANNOVER, FED REP 
GERMANY: 
1,597,982, CANC. INT. CL. 30. 
H. F. HANSCOM & COMPANY, INC., PROVIDENCE, RI: 
1,061,541. REN. 11-25-96. INT. CL. 7. 

H.B. FULLER LICENSING & FINANCING INC., ARDEN 
HILLS, MN: 

2,029,090, INT. CL. 17. 

H.W. THELLER, INC., PETALUMA, CA, DBA PRECISON 
INSTRUMENTS WEST: 

1,597,236, CANC. INT. CL. 9. 

HACHT SALES AND MARKETING, LTD., FARMINGTON 
HILLS, MI: 

2,028,997, PUB. 10-15-1996. INT. CL. 18. 

HAINES OBTAINS! LTD., LOS ANGELES, CA: 

2,029,354, INT. CL. 36. 

HALBMOND TEPPICHWERKE GMBH, 08606 OELSNITZ 
(VOGTL.), FED REP GERMANY: 

2,028,499, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 24 AND 27. 

2,028,860, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 24 AND 27. 

HALE, DAVID D., MIDDLETON, OH, DBA INSURANCE 

RESTORATION SERVICES: 
1,597,826, CANC. INT. CL. 37. 
HALE, SEYMOUR B, JR., GLENDALE, AZ: 
2,028,547, PUB. 10-15-1996. INT. CL. 6. 
HAMOL LTD., MORRISTOWN, NJ: 
1,597,097, CANC. INT. CL. 3. 
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HANCOCK, DAVID C., FRANKLIN, MA, DBA THE NEAT 
PLACE: 

2,028,653, PUB. 10-15-1996. INT. CL. 42. 

HANG LOOSE INDUSTRIA E COMMERCIO LTDA, SAO 
PAULO 01127-000, BRAZIL: 

2,029,109, INT. CL. 25. 

HAPPY JOE’S PIZZA AND ICE CREAM PARLOR, INC., 
BETTENDORF, IA: 

1,053,785. REN. 11-25-96. INT. CL. 42. 

HARCOURT BRACE & COMPANY, ORLANDO, FL: 

2,029,304, INT. CL. 9. 
HARTFORD FIRE INSURANCE COMPANY, HARTFORD, 
CT: 
2,029,369, INT. CL. 36. 
HASCO INTERNATIONAL, INC., ST. CHARLES, MO: 
2,028,344, PUB. 10-15-1996. INT. CL. 25. 
HASTAS, DEAN J, OLEAN, NY: 
2,029,149, INT. CL. 9. 

HATTON SAFETY GLASS COMPANY LIMITED, MER- 
SEYSIDE, ENGLAND, TRIPLEX SAFETY GLASS COM- 
PANY LIMITED, LONDON W.1, ENGLAND: 

1,030,736. REN. 11-27-96. INT. CL. 12. 

HAWE NEOS DENTAL DR. H. V.WEISSENFLUH AG, 
6934 BIOGGIO, SWITZERLAND: 

2,028,341, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 5 AND 10. 

HAWE NEOS DENTAL DR. H. V.WEISSENFLUH AG, 

SWITZERLAND: 
2,028,342, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 5 AND 10. 
HEAD SHAMPOO, INC., CARSON, CA: 
2,028,493, PUB. 10-15-1996. INT. CL. 5. 

HEAD SPORTGERATE GESELLSCHAFT M.B.H. & CO. 

OHG, WUHRKOPFWEG, AUSTRIA: 
1,597,513, CANC. MULTIPLE CLASS, INT. CLS. 25 
AND 28. 
HEADLINES OF NEW JERSEY, INC., SOUTH RIVER, NJ: 
1,597,611, CANC. INT. CL. 26. 

HEALTHCARE COMPUTER CORPORATION, FORT 
WORTH, TX: 

2,028,648, PUB. 10-15-1996. INT. CL. 9. 

HEARST CORPORATION, THE, HOUSTON, TX: 

2,029,257, INT. CL. 36. 
HEART OF THE MEAL, INC., RICHMOND, KY: 
2,029,229, INT. CL. 29. 

HEATHWOOD CHEMICAL CORPORATION, WILLIAMS- 
VILLE, NY: 

1,597,075, CANC. INT. CL. 3. 

1,597,076, CANC. INT. CL. 3. 
HELENE CURTIS, INC., CHICAGO, IL: 

2,028,764, PUB. 10-15-1996. INT. CL. 3. 

HENKEL KOMMANDITGESELLSCHAFT AUF AKTIEN 
(HENKEL KGAA, D-40191 DUESSELDORF, FED REP 
GERMANY: 

2,028,430, PUB. 7-2-1996. INT. CL. 1. 

HENRI STUDIO, INC., WAUCONDA, IL: 

2,028,202, PUB. 10-15-1996. INT. CL. 11. 

HENSON, JACKIE Y., BELTON, MO, DBA HENSON AD- 
VERTISING: 

1,597,869, CANC. INT. CL. 41. 

HERNANDEZ-DIAZ, LEONOR, 
MADRID, SPAIN: 

2,029,283, INT. CL. 18. 

HERZOG AG, 9116 WOLFERTSWIL, SWITZERLAND: 

2,029,370, INT. CL. 7. 
HEWLETT-PACKARD COMPANY, PALO ALTO, CA: 
2,028,673, PUB. 10-15-1996. INT. CL. 9. 

HIGH END SYSTEMS, INC., AUSTIN, TX: 

2,028,165, PUB. 3-26-1996. MULTIPLE CLASS, INT. 
CLS. 1, 7,9 AND 11. 
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HIGHWAY 1, WASHINGTON, DC: 
2,028,516, PUB. 10-15-1996. INT. CL. 41. 


HILTON UNITED CORPORATION, VENICE, FL: 
1,597,265, CANC. INT. CL. 9. 

HINKLE BROTHERS, INC., HIGH POINT, NC: 
1,597,978, CANC. INT. CL. 25. 

HOECHST HOLLAND N.V., AMSTERDAM, NETHER- 
LANDS: 

2,028,352, PUB. 10-15-1996. INT. CL. 17. 

HOECHST SCHERING AGREVO GMBH, BERLIN, FED 
REP GERMANY, NOR-AM AGRICULTURAL PROD- 
UCTS, INC., CHICAGO, IL: 

1,037,215. REN. 11-25-96. INT. CL. 5. 
HOFFMANN - LA ROCHE INC., NUTLEY, NJ: 
2,029,225, INT. CL. 5. 
HOLIDAY FAIR, INC., NEW YORK, NY: 
2,029,347, INT. CL. 18. 
HOME SHOPPING NETWORK, INC., CLEARWATER, FL: 
2,028,407, PUB. 10-15-1996. INT. CL. 42. 

HOMEWARD BOUND GIFT SERVICES, INC., SAN FRAN- 
CISCO, CA: 

2,028,291, PUB. 10-15-1996. INT. CL. 42. 

HONEYWELL INC., MINNEAPOLIS, MN: 

1,597,833, CANC. INT. CL. 37. 


HOOVER GROUP, INC., ALPHARETTA, GA: 
2,029,064, INT. CL. 6. 
HORMEL FOODS CORPORATION, AUSTIN, MN: 
2,028,619, PUB. 10-15-1996. INT. CL. 29. 
HOSPITAL BILLING & COLLECTION SERVICE, LTD., 
NEW CASTLE, DE: 
1,597,771, CANC. MULTIPLE CLASS, INT. CLS. 35 
AND 36. 
HOT STUFF FOOD SYSTEMS, INC., SIOUX FALLS, SD: 
2,029,159, INT. CL. 42. 


HOUGHTON MIFFLIN COMPANY, BOSTON, MA: 
2,029,218, INT. CL. 9. 
HOUSE OF HARDY LTD., NORTHUMBERLAND, GREAT 
BRITAIN: 
2,028,519, PUB. 10-15-1996. INT. CL. 28. 
HOUSEHOLD INTERNATIONAL, _INC., 
HEIGHTS, IL: 
2,028,162, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 36. 


HOUSING VISIONS UNLIMITED, INC., SYRACUSE, NY: 
2,028,550, PUB. 10-15-1996. INT. CL. 37. 
HOUSTON INTERNATIONAL, L.L.C., PHOENIX, AZ: 
2,029,277, INT. CL. 5. 
HOWARD HUGHES CORPORATION, THE, LAS VEGAS, 
NV: 
2,028,208, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 36 AND 37. 
2,028,209, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 36 AND 37. 
2,028,213, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 36 AND 37. 
HOWARD J. TIMOTHY, BAKERSVILLE, NC, DBA UN- 
DERFOOT INDUSTRIES, INC.: 
1,597,617, CANC. INT. CL. 27. 
HOWARD UNIVERSITY, WASHINGTON, DC: 
1,597,396, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 21. 
HOWISEN, HARRY, SOUTH HOLLAND, IL: 
2,028,921, PUB. 10-15-1996. INT. CL. 42. 
HRSTRATEGIES, INC., DETROIT, MI: 
2,029,395, INT. CL. 35. 
HTC PRODUCTS, INC., ROYAL OAK, MI: 
2,028,660, PUB. 10-15-1996. INT. CL. 7. 
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HUBBELL INCORPORATED, ORANGE, CT: 
2,028,675, PUB. 10-15-1996. INT. CL. 9. 
2,028,678, PUB. 10-15-1996. INT. CL. 35. 
HUDSON VALLEY FEDERAL CREDIT UNION, POUGH- 
KEEPSIE, NY: 
2,028,906, PUB. 10-15-1996. INT. CL. 36. 
HUNT HOLDINGS, INC., WILMINGTON, DE: 
1,597,450, CANC. INT. CL. 20. 
2,029,308, INT. CL. 17. 
HUNTER FAN COMPANY, MEMPHIS, TN: 
2,029,006, PUB. 10-15-1996. INT. CL. 11. 
HUNTINGTON LABORATORIES, INC., HUNTINGTON, 


2,029,199, INT. CL. 9. 
HUTHER BROS., INC., ROCHESTER, NY, HUTHER BROS. 
SAW MANUFACTURING CO., ROCHESTER, NY: 
113,738. REN. 11-27-96. U.S. CL. 23 (INT. CL. 7). 
HVR COMPANY, THE, OAKLAND, CA: 
2,028,597, PUB. 10-15-1996. INT. CL. 30. 
HYDE PARK RESTAURANT SYSTEMS, INC., MORE- 
LAND HILLS, OH: 
2,029,004, PUB. 10-15-1996. INT. CL. 42. 
HYDEN CORPORATION, THE, CARRBORO, NC: 
1,597,980, CANC. INT. CL. 25. 
HYGRADE DISTRIBUTION AND DELIVERY SYSTEM, 
INC., SOUTH KEARNY, NJ: 
2,029,368, MULTIPLE CLASS, INT. CLS. 39 AND 42. 
ICD PUBLICATIONS, INC., LINCOLNSHIRE, IL: 
1,597,970, CANC. INT. CL. 16. 
IDEAL DESIGN MANAGEMENT CORPORATION, CHI- 
CAGO, IL: 
2,028,904, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
IDEAL INDUSTRIES, INC., SYCAMORE, IL: 
2,029,091, INT. CL. 9. 
IE ASSOCIATES, INC., WAYNE, NJ, T/A INSTRUMENTA- 
TION ENGINEERING, INC.: 
2,028,101, PUB. 6-4-1996. INT. CL. 9. 
IGEN, INC., ROCKVILLE, MD: 
1,581,216, COR. INT. CL. 9. 
IGT, RENO, NV: 
2,029,329, INT. CL. 9. 
IGT - NORTH AMERICA, RENO, NV: 
2,029,173, INT. CL. 9. 
IKKO INDUSTRIAL CO,, 
OSAKA 540, JAPAN: 
2,029,102, INT. CL. 31. 
ILLINOIS RECLAMATION BUREAU INC., CARY, IL: 
2,028,788, PUB. 10-15-1996. INT. CL. 36. 
ILLINOIS TOOL WORKS INC., GLENVIEW, IL: 
2,028,934, PUB. 10-15-1996. INT. CL. 7. 
2,028,939, PUB. 10-15-1996. INT. CL. 6. 
IMMUNO CONCEPTS, INC., SACRAMENTO, CA: 
2,029,088, MULTIPLE CLASS, INT. CLS. 1 AND 5. 
IMPULSE ENTERPRISES, INC., CHICAGO, IL: 
2,028,518, PUB. 10-15-1996. INT. CL. 36. 
IN-FISHERMAN, INC., BRAINERD, MN: 
2,029,380, INT. CL. 16. 
INCYTE PHARMACEUTICALS, INC., PALO ALTO, CA: 
2,029,128, INT. CL. 42. 
INDEPENDENT LIVINGS PRODUCTS, LLC, CONGERS, 
NY: 
2,028,749, PUB. 10-15-1996. INT. CL. 8. 
INDIANA HEART ASSOCIATES P.C., INDIANAPOLIS, 
IN: 
2,028,555, PUB. 10-15-1996. INT. CL. 42. 
INDUSTRIAL MODERN PATTERN & MOLD CORP., 
ROSEMONT, IL: 
2,029,371, INT. CL. 40. 


LTD., UCHIHOMMACHI, 
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INFINET COMPANY, NORFOLK, VA: 
2,028,804, PUB. 10-15-1996. INT. CL. 42. 


INFONETICS CORPORATION, WESTBORO, MA: 
2,029,186, INT. CL. 9. 


INFORMATION PROJECTS GROUP, INC., RESTON, VA: 
2,028,848, PUB. 10-15-1996. INT. CL. 42. 
INFORMATION TECHNOLOGY GROUP, INC., ENCINO, 
CA: 
2,028,855, PUB. 10-15-1996. INT. CL. 35. 
2,028,856, PUB. 10-15-1996. INT. CL. 35. 
INFORMATION TECHNOLOGY SOLUTIONS, INC., NEW 
ORLEANS, LA: 
2,028,702, PUB. 10-15-1996. INT. CL. 9. 


INGALLS, JOHN, JUNEAU, AK: 
1,585,197, CANC. INT. CL. 12. 
INGO SCHOPPEL KNITWEAR LIMITED, WATERLOO, 
ONTARIO, CANADA: 
1,597,525, CANC. INT. CL. 25. 


INLAND OIL & TRANSPORT CO., L.P., ST. LOUIS, MO: 
2,028,533, PUB. 10-15-1996. INT. CL. 39. 
INNOVATIVE IMAGING SYSTEMS, INC., CLEVELAND, 
OH: 
1,597,936, CANC. INT. CL. 42. 
1,597,938, CANC. INT. CL. 42. 


INNOVISIONS, INC., CHICAGO, IL: 
1,597,388, CANC. INT. CL. 16. 


INNOVUS MULTIMEDIA, INC., SALT LAKE CITY, UT: 
2,028,480, PUB. 7-16-1996. INT. CL. 42. 


INPLANT ENVIRO SYSTEMS 2000, INC., SOMERSET, MA: 
2,028,446, PUB. 10-15-1996. INT. CL. 17. 

INSBROK, INC., SAN ANTONIO, TX: 
2,028,167, PUB. 10-15-1996. INT. CL. 36. 


INSIGHT RESEARCH CORPORATION, DALLAS, TX: 
2,028,634, PUB. 10-15-1996. INT. CL. 35. 

INSTITUT FRANCAIS DU PETROLE, 92 RUEIL-MAL- 
MAISON, FRANCE: 

2,028,147, PUB. 10-15-1996. INT. CL. 9. 

INSTITUTE FOR INTERNATIONAL RESEARCH, NEW 
YORK, NY: 

2,028,886, PUB. 10-15-1996. INT. CL. 41. 
INTAGRA, INC., MINNEAPOLIS, MN: 
2,029,339, INT. CL. 5. 
INTEGRATED ANALYSIS, INC., SAN DIEGO, CA: 
1,597,825, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 

INTEGRATED HEALTHSYSTEMS, INC., KANSAS CITY, 
MO: 

2,028,384, PUB. 10-15-1996. INT. CL. 36. 

INTEGRATED RESOURCES GROUP, INC., METAIRIE, 
LA: 

2,028,733, PUB. 10-15-1996. INT. CL. 35. 

INTEGRITY MUSIC, INC., MOBILE, AL: 

2,028,293, PUB. 10-15-1996. INT. CL. 9. 

INTELLECTUAL CAPITAL REPOSITORY, INC., LUB- 
BOCK, TX: 

2,029,105, MULTIPLE CLASS, INT. CLS. 9 AND 35. 

INTER RECYCLING, INC., CONROE, TX: 

2,028,760, PUB. 10-15-1996. INT. CL. 42. 

INTERACTIVE TRANSACTION PARTNERS (ITP), 
PLANO, TX FROM ELECTRONIC DATA SYSTEMS 
CORPORATION, PLANO, TX: 

2,029,082, INT. CL. 35. 

INTERAMERICAS APPAREL, INC., MIAMI, FL: 

2,028,666, PUB. 10-15-1996. INT. CL. 42. 

INTERCHANGE, INC., COLUMBUS, OH: 

2,028,743, PUB. 10-15-1996. INT. CL. 37. 
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INTERCO INCORPORATED, ST. LOUIS, MO, DBA 
CAMPUS: 

1,597,942, CANC. INT. CL. 42. 

INTERCON PHARMA INC., RICHMOND HILL, ONTAR- 
10, CANADA: 

1,597,114, CANC. INT. CL. 5. 

INTERNATIONAL ASSOCIATION OF ASSESSING OFFI- 
CERS, CHICAGO, IL: 

2,028,710, PUB. 10-15-1996. U.S. CL. 200. 

INTERNATIONAL ASSOCIATION OF CONVENTION & 
VISITOR BUREAUS, SAVOY, IL: 

1,597,898, CANC. INT. CL. 42. 

INTERNATIONAL ASSOCIATION OF LAW ENFORCE- 
MENT FIREARMS INSTRUCTORS, INC., LACONIA, 
NH: 

2,028,449, PUB. 10-15-1996. U.S. CL. 200. 

INTERNATIONAL BUSINESS MACHINES CORPORA- 
TION, ARMONK, NY: 

2,028,168, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 
2,029,079, MULTIPLE CLASS, INT. CLS. 9 AND 37. 

INTERNATIONAL CHEM-CRETE CORPORATION, RICH- 
ARDSON, TX: 

1,597,017, CANC. INT. CL. 1. 

INTERNATIONAL DATA GROUP, INC., FRAMINGHAM, 
MA: 

2,028,163, PUB. 10-15-1996. INT. CL. 16. 

2,028,753, PUB. 10-15-1996. INT. CL. 42. 

INTERNATIONAL HEARING DOG, INC., HENDERSON, 
Co: 


2,028,426, PUB. 10-15-1996. INT. CL. 41. 

INTERNATIONAL PAPER COMPANY, PURCHASE, NY: 

2,028,125, PUB. 9-26-1995. INT. CL. 7. 

INTERNATIONAL PRODUCT EXCHANGE (IPEX), 
NOVATO, CA: 

1,572,539, CANC. INT. CL. 42. 

INTERNATIONAL SOCIETY FOR HEMATOLOGY & 
GRAFT ENGINEERING, GAINESVILLE, FL: 

2,028,647, PUB. 10-15-1996. INT. CL. 16. 

INTERNATIONAL SPORTS MARKETING, INC., PITTS- 
BURGH, PA FROM HAWTHORNE SPORTS MARKET- 
ING, INC., PITTSBURGH, PA: 

2,029,333, INT. CL. 16. 

INTERNATIONAL SWIMMING HALL OF FAME, INC., 
FORT LAUDERDALE, BROWARD COUNTY, FL, AKA 
ISHOF: 

1,597,816, CANC. INT. CL. 36. 

INTERNATIONAL TROPIC-CAL, INC., CITY OF COM- 
MERCE, CA: 

1,597,585, CANC. INT. CL. 25. 

INTERNATIONAL TROPICAL FRUIT PROMOTIONS, 
INC., ONTARIO, CA: 

1,597,730, CANC. INT. CL. 31. 

INTERNET COMMUNICATIONS OF AMERICA, INC., 
MIAMIL, FL: 

2,029,326, INT. CL. 42. 
INTERNET SOFTWARE, INC., MENLO PARK, CA: 
2,028,137, PUB. 10-15-1996. INT. CL. 42. 
INTERSOUND, INC., ROSWELL, GA: 
2,029,164, INT. CL. 9. 

INTERTRACTOR AKTIENGESELLSCHAFT, D-58285 GE- 

VELSBERG, FED REP GERMANY: 
2,028,404, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 6, 7, 12 AND 17. 
INTHENET, INC., NORMAN, OK: 
2,028,451, PUB. 10-15-1996. INT. CL. 42. 
INTRA ELECTRONICS CO., LTD., TAIPEI, TAIWAN: 
1,597,257, CANC. INT. CL. 9. 
INTUIT INC., MENLO PARK, CA: 
2,029,268, INT. CL. 9. 
IPCO CORPORATION, WHITE PLAINS, NY: 
1,597,274, CANC. INT. CL. 9. 
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IRANEX, S.A., PASSY, NEUILLY-SUR-SEINE, PARIS, 
FRANCE: 

1,597,028, CANC. INT. CL. 1. 
1,597,029, CANC. INT. CL. 1. 

IRAWAN, BENDY, SAN FRANCISCO, CA, DBA INCO- 
MIX: 

2,028,179, PUB. 10-15-1996. INT. CL. 16. 

ISLAND RUNNER BOATS & MARINE, INC., RIVIERA 
BEACH, FL: 

2,028,953, PUB. 10-15-1996. INT. CL. 12. 
ISLANDS RESTAURANTS, INC., SOLANA BEACH, CA: 
2,028,576, PUB. 10-15-1996. INT. CL. 33. 

ISM INFORMATION SYSTEMS MANAGEMENT MANI- 
TOBA CORPORATION, WINNIPEG, MANITOBA R3B 
3M3, CANADA: 

2,028,206, PUB. 10-15-1996. INT. CL. 41. 
ISOWORTH LIMITED, LONDON, UNITED KINGDOM: 
1,597,172, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 
32. 

ITC ENTERTAINMENT GROUP LIMITED, LONDON WI, 
ENGLAND: 

2,028,472, PUB. 10-15-1996. INT. CL. 41. 
2,028,473, PUB. 10-15-1996. INT. CL. 41. 
2,028,474, PUB. 10-15-1996. INT. CL. 41. 

ITT EDUCATIONAL SERVICES, INC., INDIANAPOLIS, 

IN: 


2,029,163, INT. CL. 41. 
J & D CON ENTERPRISES, FORT LAUDERDALE, FL, 
DBA TIC TAC DOUGH PIZZA: 
1,594,647, COR. INT. CL. 42. 
J. KINGS FOOD SERVICE PROFESSIONALS, INC., OAK- 
DALE, NY: 
2,029,139, INT. CL. 9. 
J. M. PRODUCTS, INC., LITTLE ROCK, AR: 
2,028,151, PUB. 6-25-1996. INT. CL. 3. 
J. PARHAM ENTERPRISES, LTD., ANAMOSA, IA: 
2,028,995, PUB. 10-15-1996. INT. CL. 42. 
J.M. SMUCKER COMPANY, THE, ORRVILLE, OH: 
2,029,153, INT. CL. 29. 
JACOBS, RICHARD E., CLEVELAND, OH: 
2,028,319, PUB. 10-15-1996. INT. CL. 41. 
JAIN IRRIGATION SYSTEMS LTD., JALGAON - 425 001, 
INDIA: 
2,028,116, PUB. 4-18-1995. INT. CL. 17. 
JANET G., INC., PACIFIC PALISADES, CA: 
2,029,259, INT. CL. 11. 
JASSO, BERNARDO CUEVA, ZAPOPAN, JALISCO 45100, 
MEXICO: 
2,029,030, PUB. 10-15-1996. INT. CL. 25. 
2,029,031, PUB. 10-15-1996. INT. CL. 25. 
JAVA CITY, SACRAMENTO, CA: 
2,028,618, PUB. 10-15-1996. INT. CL. 30. 
JAY & KAY SAFETY D’SIGNS, SAN ANSELMO, CA: 
2,029,196, INT. CL. 6. 
JAYCO, INC., MIDDLEBURY, IN: 
2,028,964, PUB. 10-15-1996. INT. CL. 12. 
JB RESEARCH, INC., LOS ANGELES, CA: 
2,028,729, PUB. 10-15-1996. INT. CL. 10. 
JCWS INDUSTRIES, LTD., ORCHARD PARK, NY, DBA 
CLING-SURFACE Co.: 
1,597,060, CANC. INT. CL. 3. 
JEAN ALEXANDER COSMETICS, INC., MCKEES ROCKS, 
PA: 
2,028,553, PUB. 10-15-1996. INT. CL. 3. 
JEFCO LABORATORIES, INC., CHICAGO, IL: 
2,028,746, PUB. 10-15-1996. INT. CL. 3. 
2,028,747, PUB. 10-15-1996. INT. CL. 3. 
JEFFERSON LABS T.M., NORTHFIELD, MN: 
1,597,105, CANC. INT. CL. 5. 
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JENARA ENTERPRISES LTD., BRITISH COLUMBIA, 
CANADA: 

2,028,490, PUB. 10-15-1996. INT. CL. 7. 

JESSICA’S HIGH CEILINGS, INC., CHICAGO, IL: 

1,597,355, CANC. INT. CL. 14. 
JET-LUBE, INC., HOUSTON, TX: 
2,029,287, INT. CL. 4. 
JETRO CASH AND CARRY ENTERPRISES, INC., NEW 
YORK, NY: 

2,028,664, PUB. 10-15-1996. INT. CL. 42. 

JEWEL & COMPANY, INC., LANDOVER, MD: 
2,028,932, PUB. 10-15-1996. INT. CL. 25. 

JITTERY JOE’S, INC., ATHENS, GA: 
2,028,594, PUB. 10-15-1996. INT. CL. 30. 

JKH EVENTS, INC., LOS ANGELES, CA: 
2,029,365, INT. CL. 42. 

JOE BOXER CORPORATION, SAN FRANCISCO, CA: 
2,028,591, PUB. 7-9-1996. INT. CL. 14. 

JOHN G. MCCURDY, OXFORD, MS, DBA SUNNY 
STATES SEAFOOD DISTRIBUTORS TO SUNNY 
STATES SEAFOOD, INC., OXFORD, MS: 

1,604,133, AM. INT. CL. 42. 
JOHN LABATT LIMITED/JOHN LABATT LIMITEE, 
LONDON, ONTARIO, CANADA: 
1,597,735, CANC. INT. CL. 32. 
JOHN MORISI & SONS, INC., BROOKLYN, NY: 
1,597,684, CANC. INT. CL. 30. 

JOHN RICH & SONS INVESTMENT HOLDING COMPA- 

NY, WILMINGTON, DE: 
2,029,018, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 18, 24 AND 25. 
2,029,019, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 18, 24 AND 25. 
JOHNSON & JOHNSON, NEW BRUNSWICK, NJ: 
2,028,279, PUB. 5-21-1996. INT. CL. 9. 
JOHNSON PUBLISHING COMPANY, INC., CHICAGO, IL: 
1,035,333. REN. 11-27-96. INT. CL. 16. 
JOHNSON, MERICA FOOKS, BEAVERTON, OR: 
2,029,073, INT. CL. 5. 
JON MENTGEN AND GABRIEL GREENE PARTNER- 
SHIP, THE, MEMPHIS, TN, DBA SIMPLE SOULS: 

2,028,523, PUB. 10-15-1996. INT. CL. 41. 

JORDACHE ENTERPRISES, INC., NEW YORK, NY: 
1,597,602, CANC. INT. CL. 25. 
1,597,603, CANC. INT. CL. 25. 

JS GROUP U.S.A. LTD., NEW YORK, NY: 
2,028,154, PUB. 5-7-1996. INT. CL. 25. 

JS&A GROUP, INC., NORTHBROOK, IL: 
1,513,320, CANC. INT. CL. 5. 

JUDY’S BREADSTICKS OF MENDOCINO, SAN FRANCIS- 

CO, CA: 
2,028,224, PUB. 10-15-1996. INT. CL. 30. 
JUGS, INC., TUALATIN, OR: 
2,028,734, PUB. 10-15-1996. INT. CL. 28. 
JUST WHEELS & TIRES CO., SANTA ANA, CA: 
2,029,050, PUB. 10-15-1996. INT. CL. 12. 
K. VAN BOURGONDIEN & SONS, INC., BABYLON, NY: 
1,597,723, CANC. INT. CL. 31. 
K-TEC, INC., OREM, UT: 
2,028,069, PUB. 11-14-1995. INT. CL. 7. 

KABUSHIKI KAISHA KATSURA YUMI BRIDAL HOUSE, 

MINATO-KU, TOKYO, JAPAN: 
2,028,715, PUB. 10-15-1996. INT. CL. 25. 

KABUSHIKI KAISHA NAKANISHI, TOCHIGI-KEN, 
JAPAN, NAKANISHI DENTAL MFG. CO., LTD., TO- 
CHIGI-KEN, JAPAN: 

1,042,210. REN. 11-27-96. INT. CL. 10. 

KAEPA, INC., SAN ANTONIO, TX: 

1,597,534, CANC. INT. CL. 25. 
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KAI SUH SUH ENTERPRISE CO., LTD. TAIPEI, 
TAIWAN: 
2,028,188, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 17 AND 20. 
KAISER ALUMED wu & CHEMICAL CORPORATION, 
PLEASANTON, CA: 
2,028,807, PUB. 10-15-1996. INT. CL. 6. 
KAMADIA, ABDOUL R., MIAMI, FL: 
© 1,597,372, CANC. INT. CL. 14. 
KAMYR, INC., GLENS FALLS, NY: 
2,029,295, INT. CL. 7. 
KANEBO, LIMITED, MIYAKOJIMA-KU, OSAKA, JAPAN: 
1,044,599. REN. 11-27-96. INT. CL. 3. 
KANGA COMPANY, INC., THE, PHOENIX, AZ: 
2,028,190, PUB. 10-15-1996. INT. CL. 12. 
KANGAROOS U.S.A., INC., CHESTERFIELD, MO: 
1,597,902, CANC. INT. CL. 42. 
KAPNAG HEATING AND PLUMBING CORP., LONG 
ISLAND CITY, NY: 
2,029,012, PUB. 10-15-1996. INT. CL. 37. 
KATES, CARL, DEMAREST, NJ: 
1,597,703, CANC. INT. CL. 30. 
KAYSER-ROTH CORPORATION, NEW YORK, NY: 
1,597,522, CANC. INT. CL. 25. 
1,597,589, CANC. INT. CL. 25. 
KC HILITES, INC., WILLIAMS, AZ: 
1,597,299, CANC. INT. CL. 9. 
KCTS TELEVISION, SEATTLE, WA: 
2,028,347, PUB. 10-15-1996. INT. CL. 9. 
KEIKO TAMURA, NEW YORK, NY, DBA SONNETT 
INTERNATIONAL: 
2,028,545, PUB. 10-15-1996. INT. CL. 9. 
KEILTEX CORPORATION, CHARLOTTE, NC: 
1,002,625. REN. 11-27-96. INT. CL. 7. 
KELLY COMPANY, INC., THE, DENTON, MD: 
1,597,201, CANC. INT. CL. 8. 
KELLYTOY (USA), INC., VERNON, CA: 
2,029,047, PUB. 10-15-1996. INT. CL. 28. 
KENDALL COMPANY, THE, BOSTON, MA: 
1,597,394, CANC. INT. CL. 16. 
KENT & SPIEGEL DIRECT, INC., CULVER CITY, CA: 
2,029,151, INT. CL. 21. 
2,029,155, INT. CL. 3. 
KEY INDUSTRIES, INC., FORT SCOTT, KS: 
2,028,508, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 21 AND 25. 
KEY TECHNOLOGY, INC., WALLA WALLA, WA: 
2,028,297, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 7 AND 9. 
KIESELSTEIN-CORD, BARRY, NEW YORK, NY: 
2,029,220, INT. CL. 14. 
KILLBILLY, DALLAS, TX: 
1,576,927, CANC. INT. CL. 41. 
KIM SUPPLY, INC., KANSAS CITY, MO: 
2,028,567, PUB. 10-15-1996. INT. CL. 19. 
KIM, HYUN, IRVINE, CA: 
2,028,583, PUB. 10-15-1996. INT. CL. 21. 
KIMBERLY-CLARK CORPORATION, NEENAH, WI: 
2,028,737, PUB. 10-15-1996. INT. CL. 24. 
KING RECORD KABUSHIKI KAISHA, BUNKYO-KU, 
TOKYO, JAPAN: 
2,029,057, INT. CL. 9. 
2,029,237, INT. CL. 9. 
2,029,238, INT. CL. 9. 
KING’S DAUGHTERS’ MEDICAL CENTER, ASHLAND, 
KY: 
2,029,176, INT. CL. 42. 
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KIRKLAND’S, INC., JACKSON, TN: 
2,029,084, INT. CL. 16. 

KLIMA & HOPKINS, P.C., ARLINGTON, VA: 

2,028,353, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 

KLIMAT MASTER CONTRACTORS, INC., NEWPORT, 
KY, DBA KLIMAT MASTER POOLS, KLIMAT 
MASTER, INC., NEWPORT, KY: 

1,051,466. REN. 11-25-96. INT. CL. 37. 
KLUTZ, INC., PALO ALTO, CA, DBA KLUTZ PRESS: 
2,029,390, MULTIPLE CLASS, INT. CLS. 16 AND 28. 
KNAPE & VOGT MANUFACTURING COMPANY, 
GRAND RAPIDS, MI: 
1,597,156, CANC. INT. CL. 6. 
KNIGHT FRANK & RUTLEY, LONDON, ENGLAND: 
1,597,802, CANC. INT. CL. 36. 
KNIGHT MFG. CO., INC., LINDENHURST, NY, TA CAP- 
ITAL/DERSHOWITZ: 

1,597,376, CANC. INT. CL. 14. 

KNOWLEDGE STRATEGIES, INC., NEW YORK, NY: 
2,029,263, INT. CL. 35. 

KOCH ENGINEERING COMPANY, INC., WICHITA, KS: 
2,028,114, PUB. 1-31-1995. INT. CL. 11. 

KOCOONA PARTNERSHIP, LOS ANGELES, CA: 
1,597,431, CANC. INT. CL. 18. 

KOFAX IMAGE PRODUCTS, IRVINE, CA: 
2,029,097, INT. CL. 9. 

KOMA, INC., STAR CITY, WV: 
1,597,922, CANC. INT. CL. 42. 

KONICOV, BARRIE, ALTO, MI, DBA POTENTIALS UN- 
LIMITED: 


1,597,959, CANC. INT. CL. 9. 

KOOMEY COMPANIES INTERNATIONAL, INC., HOUS- 
TON, TX: 

2,028,350, PUB. 10-15-1996. INT. CL. 9. 

KOPIAN, THOMAS OLIVER, GLEN HEAD, NY, AKA T. 
OLIVER KOPIAN AND DBA HAUNTING VISIONS 
STUDIO: 

1,597,420, CANC. INT. CL. 17. 
KORVAN INDUSTRIES, INC., LYNDEN, WA: 
2,028,277, PUB. 10-15-1996. INT. CL. 7. 

KOSTANSKI, ANDREW, CAULFIELD SOUTH, VICTO- 
RIA, AUSTRALIA: 

1,597,359, CANC. INT. CL. 14. 

KRAFT CONTAINER CORPORATION, GRAND RAPIDS, 
MI: 

2,028,782, PUB. 10-15-1996. INT. CL. 16. 

KRAFT FOODS, INC., NORTHFIELD, IL: 

2,028,205, PUB. 10-15-1996. INT. CL. 30. 

KRISTEN INFORMATIE & SOFTWARE SERVICES B.V., 

5467 EB VEGHEL, NETHERLANDS: 
2,028,097, PUB. 10-15-1996. INT. CL. 42. 

KROUK, JEFFREY M., NEW IPSWICH, NH, DBA J. CROW 
COMPANY: 

1,597,738, CANC. INT. CL. 32. 

KTR HOCKEY LIMITED PARTNERSHIP, L.P., FARM- 
INGTON HILLS, MI: 

2,028,745, PUB. 10-15-1996. INT. CL. 41. 

KULITE TUNGSTEN CORPORATION, EAST RUTHER- 
FORD, NJ: 

1,052,974. REN. 11-27-96. INT. CL. 28. 

KVAERNER FJELLSTRAND AS, 5632 OMASTRAND, 
NORWAY: 

2,028,592, PUB. 10-15-1996. INT. CL. 12. 

KVAERNER PULPING TECHNOLOGIES AB, S-651 15 
KARLSTAD, SWEDEN FROM KAMYR AKTIEBOLA- 
GET, S-651 15 KARLSTAD, SWEDEN: 

2,029,086, INT. CL. 7. 

L.LK.H.D., INC., CARSON, CA: 

2,028,623, PUB. 10-15-1996. INT. CL. 42. 
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L.L. BEAN, INC., FREEPORT, ME: 
2,028,152, PUB. 10-15-1996. INT. CL. 25. 
L'IDEA S.R.L., AOSTA, ITALY: 
2,028,370, PUB. 10-15-1996. INT. CL. 25. 
LOREAL, A SOCIETE ANONYME, 75008 PARIS, 
FRANCE: 
2,028,535, PUB. 10-15-1996. INT. CL. 3. 
LA-Z-BOY CHAIR COMPANY, MONROE, MI: 
2,028,650, PUB. 10-15-1996. INT. CL. 20. 
LABONE, INC., LENEXA, KS: 
2,029,145, INT. CL. 42. 
LAD, INC., GRAND BLANC, MI: 
2,029,114, INT. CL. 42. 
LANCIE INTERNATIONAL, INC., NEW YORK, NY: 
2,029,279, INT. CL. 3. 
LANCOME PARFUMS ET BEAUTE & CIE, 75008 PARIS, 
FRANCE: 
2,028,811, PUB. 10-15-1996. INT. CL. 3. 
LAND O'LAKES, INC., ARDEN HILLS, MN: 
2,028,881, PUB. 10-15-1996. INT. CL. 41. 
LANEY, KERMIT L., HUNTINGDON, PA, DBA LANEY’S 
FEED MILL: 
1,033,568. REN. 11-25-96. INT. CL. 5. 
LAURA’S LEAN BEEF COMPANY, MT. STERLING, KY: 
1,597,653, CANC. INT. CL. 29. 
LE SUISSE SUN, INC., NEW YORK, NY, DBA SWISS SUN: 
1,597,566, CANC. INT. CL. 25. 
LEADMARK SERVICES L.L.C., NASHVILLE, TN: 
2,028,825, PUB. 10-15-1996. INT. CL. 9. 
LEARN AMERICA, L.L.C., MIDVALE, UT: 
2,028,281, PUB. 10-15-1996. INT. CL. 42. 
LEASAMETRIC DATA COMMUNICATIONS, 
FOSTER CITY, CA: 
1,597,782, CANC. MULTIPLE CLASS, INT. CLS. 35, 37 
AND 42. 
LEAVITT MEDICAL GROUP, P.A., HEATHROW, FL: 
2,028,946, PUB. 10-15-1996. INT. CL. 42. 
LEBLANCO LIMITED, OAKVILLE, ONTARIO, CANADA: 
1,534,958, CANC. INT. CL. 37. 
LEE ENTERPRISES, INCORPORATED, DAVENPORT, IA: 
2,029,349, INT. CL. 16. 
LEE, FREDERICK K., WOODLAND HILLS, CA: 
1,597,577, CANC. INT. CL. 25. 
LEITCH, BARBARA A., CLEVELAND, OH, DBA KID’S 
OCCASIONS: 
1,597,861, CANC. INT. CL. 41. 
LEKI-SPORT LENHART GMBH, KIRCHHEIM/TECK, 
FED REP GERMANY: 
2,028,900, PUB. 10-15-1996. INT. CL. 18. 
LEMANS CORPORATION, LA MESA, CA, DBA THOR 
MOTOR SPORTS: 
2,028,300, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9 AND 25. 
LEONHARDT GROUP, THE, SEATTLE, WA: 
2,029,224, INT. CL. 42. 
LESLIE-LOCKE, INC., ATLANTA, GA, QUESTOR COR- 
PORATION, TOLEDO, OH: 
1,054,959. REN. 11-25-96. INT. CL. 6. 
LETOURNEAU, BRUCE, FEDERAL WAY, WA: 
2,028,509, PUB. 10-15-1996. INT. CL. 41. 
LEWIS BROTHERS BAKERIES INCORPORATED, EV- 
ANSVILLE, IN, DBA LEWIS BAKERIES: 
2,028,362, PUB. 10-15-1996. INT. CL. 30. 
LEWIS, P. NATANSEE, KENT, WA: 
2,028,408, PUB. 10-15-1996. INT. CL. 42. 
LFP, INC., BEVERLY HILLS, CA: 
1,597,968, CANC. INT. CL. 16. 
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LIFEFORMS INTERNATIONAL, INC., ROHNERT PARK, 
CA: 

1,878,244, COR. INT. CL. 25. 

LIFETREE SOFTWARE, INC., MONTEREY, CA: 

1,597,222, CANC. INT. CL. 9. 
LIGHT GIANT, INC., NORTH MIAMI BEACH, FL: 
1,597,921, CANC. INT. CL. 42. 

LIGHTS OF AMERICA, WALNUT, CA: 

2,028,270, PUB. 10-15-1996. INT. CL. 11. 

LINCOLN CENTER FOR THE PERFORMING ARTS, INC., 
NEW YORK, NY: 

2,029,033, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 25 AND 41. 
LINCOLN CODERS, INC., FORT WAYNE, IN: 
2,029,275, INT. CL. 7. 
LINK, VALERIE, PLEASANT HILL, CA, DBA ON THE 
CIRCUIT: 
1,597,860, CANC. INT. CL. 41. 
LISA FRANK, INC., TUCSON, AZ: 
2,028,925, PUB. 10-15-1996. INT. CL. 16. 
2,028,926, PUB. 10-15-1996. INT. CL. 28. 
LITTLE CAESAR ENTERPRISES, INC., DETROIT, MI: 
2,028,599, PUB. 10-15-1996. INT. CL. 30. 
2,028,607, PUB. 10-15-1996. INT. CL. 30. 

LITTLE GIANT CORPORATION, DES MOINES, IA, 
LITTLE GIANT CRANE & SHOVEL, INC., DES 
MOINES, IA: 

1,043,301. REN. 11-27-96. INT. CL. 7. 
LM CONSULTANTS, INC., CHICAGO, IL: 
2,028,566, PUB. 10-15-1996. INT. CL. 42. 
LOCHBAUM, KENNETH, ERIE, PA: 
2,028,570, PUB. 10-15-1996. INT. CL. 42. 
LOCTITE CORPORATION, HARTFORD, CT: 
2,029,246, INT. CL. 9. 
LOKI & FRIENDS, INC., GENEVA, IL: 
2,028,497, PUB. 10-15-1996. INT. CL. 9. 

LONDON, J. MICHAEL: See— 

CRUISE HOLIDAYS INTERNATIONAL, INC.. 

LONGS DRUG STORES CALIFORNIA, INC., WALNUT 
CREEK, CA: 

2,028,266, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 4, 5, 6, 9, 11, 17, 29, 30, 31 AND 32. 
LORILLARD, INC., NEW YORK, NY: 
1,597,761, CANC. INT. CL. 34. 
1,597,762, CANC. INT. CL. 34. 

LORNE NADLER SALES INC./LES VENTES LORNE 

NADLER INC., MONTREAL, QUEBEC, CANADA: 
2,028,326, PUB. 10-15-1996. INT. CL. 25. 

LOST & FOUND INTERNATIONAL, INC., SCOTTSDALE, 
AZ: 

2,029,375, MULTIPLE CLASS, INT. CLS. 16 AND 24. 

LOTUS DEVELOPMENT CORPORATION, CAMBRIDGE, 
MA: 

2,029,122, INT. CL. 9. 

LOW, SUSAN AS GUARDIAN OF ELIZABETH LOW, A 
U.S. CITIZEN, HOUSTON, TX AND LOW, RICHARD AS 
GUARDIAN OF ELIZABETH LOW, A U.S. CITIZEN, 
HOUSTON, TX: 

2,028,554, PUB. 10-15-1996. INT. CL. i6. 
LSI LIGHTING SYSTEMS, INC., CINCINNATI, OH: 
2,028,966, PUB. 10-15-1996. INT. CL. 11. 

M. TORRES DISENOS INDUSTRIALES, S.A., 

TORRES DE ELORZ (NAVARRA), SPAIN: 
2,029,121, INT. CL. 7. 

M. W. CARR & CO., INCORPORATED, SOMERVILLE, 
MA: 

1,597,460, CANC. INT. CL. 20. 

M.B.G. ENTERPRISES, INC., NEW YORK, NY: 

2,029,291, INT. CL. 18. 

M.E.G. RECORDS CO., SAINT CHARLES, MO: 

2,028,419, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9, 25 AND 41. 
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M.S.D. APPAREL, INC., NEW YORK, NY: 
1,597,977, CANC. INT. CL. 25. 
M&M PRECISION SYSTEMS CORPORATION, WEST CAR- 
ROLLTON, OH: 
2,028,578, PUB. 10-15-1996. INT. CL. 9. 


M-I DRILLING FLUIDS L.L.C., HOUSTON, Tx: 
2,028,250, PUB. 10-15-1996. INT. CL. 9. 

MAAG PUMP SYSTEMS AG, ZURICH, SWITZERLAND, 
MAAG GEAR-WHEEL COMPANY, LTD., CH-8005 
ZURICH, SWITZERLAND: 

1,042,701. REN. 11-27-96. INT. CL. 7. 

MACNEAL-SCHWENDLER CORPORATION, THE, LOS 
ANGELES, CA: 

2,028,693, PUB. 10-15-1996. INT. CL. 9. 


MACOLA, INC., MARION, OH: 
2,628,609, PUB. 10-15-1996. INT. CL. 9. 

MACRO INTERNATIONAL, INC., NEW YORK, NY: 
2,028,638, PUB. 10-15-1996. INT. CL. 35. 
2,028,639, PUB. 10-15-1996. INT. CL. 35. 


MACROVOICE CORPORATION, BOCA RATON, FL: 
2,028,816, PUB. 10-15-1996. INT. CL. 9. 
MAEIL DAIRY INDUSTRY CO., LTD., JUNG-KU SEOUL, 
REPUBLIC OF KOREA: 
2,028,682, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 30 AND 32. 


MAGEE ENTERPRISES, INC., NORCROSS, GA: 
2,029,316, INT. CL. 9. 


MAGICSILK, INC., TYLER, TX: 
2,029,321, INT. CL. 26. 
MAGLIFICIO NIGI_ S.P.A., 
TREVISO, ITALY: 
1,597,539, CANC. INT. CL. 25. 


MAGNETIC CIRCUIT ELEMENTS, INC., SALINAS, CA: 
2,028,510, PUB. 10-15-1996. INT. CL. 9. 


MAKOCHE RECORDING COMPANY, BISMARCK, ND: 
2,028,830, PUB. 10-15-1996. INT. CL. 9. 
MALCOLM, CHRISTINE, SANTA FE, NM, DBA SANTA 
FE FRAGRANCE INC-.: 
2,028,546, PUB. 10-15-1996. INT. CL. 3. 
MALER MANUFACTURING COMPANY, INC., LOS AN- 
GELES, CA: 
1,597,506, CANC. INT. CL. 24. 
MANAGEMENT DECISION SYSTEMS, INC., ATLANTA, 
GA: 
1,597,284, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
42. 
MANOPLA, DAVID, BROOKLYN, NY: 
2,029,035, PUB. 10-15-1996. INT. CL. 25. 
MANUFACTURAS DE LA PIEL, S.A., MANRESA, PROV- 
INCE OF BARCELONA, SPAIN: 
1,597,592, CANC. INT. CL. 25. 
MAPINFO CORPORATION, TROY, NY: 
2,028,871, PUB. 10-15-1996. INT. CL. 9. 
MAPLELEAF HOLDINGS, LTD., PRESTWICH, MAN- 
CHESTER M25 1PS, UNITED KINGDOM: 
2,028,461, PUB. 10-15-1996. INT. CL. 25. 
MAPLINK, CO., LEXINGTON, KY: 
2,028,787, PUB. 10-15-1996. INT. CL. 9. 
MARCAL PAPER MILLS, INC., ELMWOOD PARK, NJ: 
2,029,191, INT. CL. 16. 
MARIETTA MILLWORKS, INC., MARIETTA, GA: 
1,597,447, CANC. INT. CL. 19. 
MARIMBA ONE, INC., ARCATA, CA: 
2,028,992, PUB. 10-15-1996. INT. CL. 15. 
MARK FORCE LTD., SCOTTSDALE, AZ: 
2,029,071, INT. CL. 9. 
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MARK PETERS, A U.S. CITIZEN, AS TRUSTEE OF THE 
LEO PETERS TRUST, GRAND RAPIDS, MI, PETERS, 
LEO, GRAND RAPIDS, MI, DBA PETERS PAK: 

1,059,462. REN. 11-27-96. INT. CL. 29. 

MARKETRESPONSE AMERSFOORT BV, 3800 BC AMERS- 
FOORT, NETHERLANDS: 

1,975,577, COR. INT. CL. 35. 
MARLIN PRODUCTS, INC., BEAUMONT, TX: 
2,028,588, PUB. 10-15-1996. INT. CL. 11. 

MARQUES ASSOCIEES SA, 49280 LA SEGUINIERE, 
FRANCE: 

2,028,115, PUB. 10-15-1996. INT. CL. 25. 

MARRIOTT INTERNATIONAL, INC., WASHINGTON, DC: 

2,029,385, INT. CL. 42. 
MARS, INCORPORATED, MCLEAN, VA: 
2,028,249, PUB. 10-15-1996. INT. CL. 30. 
MARSHALL & MELHORN, TOLEDO, OH: 
1,597,995, CANC. INT. CL. 42. 
MARSHALL, JUDITH, BARTON, VT: 
1,597,935, CANC. INT. CL. 42. 
MARTENSEN, KIRK, CHICAGO, IL: 
2,029,162, INT. CL. 25. 

MARTHA PRODUCTIONS, INC., CULVER CITY, CA, 

DBA STOCKWORKS: 
1,597,791, CANC. INT. CL. 35. 

MARTINSWERK GMBH, D-5010, BERGHEIM/ERFT, FED 
REP GERMANY, CIBA-GEIGY CORPORATION, ARDS- 
LEY, NY: 

1,036,513. REN. 11-27-96. INT. CL. 2. 

MARY I. GOVONI AND KAREN I. COTTON, BOTH U.S. 
CITIZENS, JEAN E. KINLOCK, A CITIZEN OF 
CANADA AND BRIAN D. DAVIS, A CITIZEN OF 
UNITED KINGDOM, AS TRUSTEES OF THE INTER- 
NATIONAL FUND FOR ANIMAL WELFARE, YAR- 
MOUTHPORT, MA: 

2,029,393, INT. CL. 36. 
MARY KAY COSMETICS, INC., DALLAS, TX: 
1,597,250, CANC. INT. CL. 9. 
2,029,222, INT. CL. 9. 
MARYLAND WIRE BELTS, INC., CHURCH CREEK, MD: 
2,028,184, PUB. 10-15-1996. INT. CL. 7. 
MASAN CORP., MIAMI, FL, DBA CRUSELLAS: 
2,028,843, PUB. 10-15-1996. INT. CL. 3. 


MASCO BUILDING PRODUCTS CORP., TUCSON, AZ, 
DBA WEISER LOCK: 


2,028,940, PUB. 10-15-1996. INT. CL. 6. 
MASHINSKY, ALEX, FORT LEE, NJ: 
2,028,627, PUB. 10-15-1996. INT. CL. 9. 
MASON SHOE MFG. CO., CHIPPEWA FALLS, WI: 
1,597,596, CANC. INT. CL. 25. 
MASONITE CORPORATION, CHICAGO, IL: 
2,029,134, INT. CL. 19. 
MASTER-BREW BEVERAGES, INC., NORTHBROOK, IL: 
1,053,446. REN. 11-27-96. INT. CL. 42. 
MASTERFOODS SPECIALTIES, INC., HOUSTON, TX: 
2,028,248, PUB. 10-15-1996. INT. CL. 30. 
MATTEC CORPORATION, LOVELAND, OH: 
2,028,581, PUB. 10-15-1996. INT. CL. 9. 
MATTEL, INC., HAWTHORNE, CA: 
1,597,600, CANC. INT. CL. 25. 
MATTEL, INC., EL SEGUNDO, CA: 
2,028,937, PUB. 10-15-1996. INT. CL. 28. 
MAX FACTOR & CO., LOS ANGELES, CA: 
1,597,077, CANC. INT. CL. 3. 
1,597,078, CANC. INT. CL. 3. 
MAX’S OPERA CAFE, INC., SAN FRANCISCO, CA: 
1,555,276, CANC. INT. CL. 42. 
MAXIS, INC., ORINDA, CA: 
2,029,255, MULTIPLE CLASS, INT. CLS. 9 AND 28. 
MAXISOFT CORP., RENO, NV: 
2,029,334, INT. CL. 9. 
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MAXITILE, INC., CARSON, CA: 
2,028,813, PUB. 10-15-1996. INT. CL. 19. 
MAXNET COMMUNICATION SYSTEMS, INC., HOLLY- 
WOOD, FL: 
2,028,656, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 


MAYER, MELODY, NEW YORK, NY: 
2,028,318, PUB. 10-15-1996. INT. CL. 14. 


MAYO FOUNDATION, ROCHESTER, MN: 
2,028,929, PUB. 10-15-1996. INT. CL. 16. 


MCCARTHY, JOHN, HUNTINGTON BEACH, CA: 
2,028,842, PUB. 10-15-1996. INT. CL. 20. 


MCCARTHY, NANCY, DENVER, CO: 
2,028,658, PUB. 10-15-1996. INT. CL. 16. 


MCCAULEY BROS., INC., VERSAILLES, KY: 
2,028,575, PUB. 10-15-1996. INT. CL. 31. 


MCCAULEY, WENDY, LOS ANGELES, CA: 
2,029,023, PUB. 10-15-1996. INT. CL. 25. 


MCCROBY, BARBARA J., CHAGRIN FALLS, OH: 
1,597,402, CANC. MULTIPLE CLASS, INT. CLS. 16 
AND 35. 


MCDONALD'S CORPORATION, OAK BROOK, IL: 
2,028,068, PUB. 5-5-1992. INT. C©. 14. 


MCGARY, KYNAN KELLY, SAN FRANCISCO, CA: 
2,029,111, MULTIPLE CLASS, INT. CLS. 3 AND 4. 

MCGLINCHEY STAFFORD LANG, NEW ORLEANS, LA 
FROM MCGLINCHEY STAFFORD LANG, NEW ORLE- 
ANS, LA AND FIRST NATIONAL BANKER’S BANK, 
BATON ROUGE, LA: 

2,029,360, INT. CL. 42. 

MCGLINCHEY STAFFORD LANG AND FIRST NATION- 
AL BANKER’S BANK: See— 
MCGLINCHEY STAFFORD LANG. 

MCI COMMUNICATIONS CORPORATION, 
TON, DC: 

1,597,991, CANC. INT. CL. 38. 

2,028,613, PUB. 10-15-1996. INT. CL. 38. 
2,028,690, PUB. 10-15-1996. INT. CL. 38. 
2,028,691, PUB. 10-15-1996. INT. CL. 38. 
2,028,692, PUB. 10-15-1996. INT. CL. 38. 


MCKAY, CARMEN, SAN JOSE, CA: 
2,028,495, PUB. 10-15-1996. INT. CL. 41. 


MCKEE FOODS CORPORATION, COLLEGEDALE, TN: 
2,029,055, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9, 11, 16, 20, 21 AND 24. 
MCLAUGHLIN, E. C., OCEANSIDE, CA, DBA NAKED 
NAILS: 
1,597,365, CANC. INT. CL. 14. 
MCMURCHIE, LESLIE, SEATTLE, WA: 
2,028,403, PUB. 4-2-1996. INT. CL. 16. 
MCNAIR FURNITURE, INC., RUDYARD, MT: 
2,028,674, PUB. 10-15-1996. INT. CL. 19. 
MEAD CORPORATION, THE, DAYTON, OH: 
2,028,805, PUB. 10-15-1996. INT. CL. 20. 
MECHANICS CUSTOM TOOLS CORPORATION, WIL- 
MINGTON, DE: 
2,028,369, PUB. 10-15-1996. INT. CL. 9. 
MECKLERMEDIA CORPORATION, WESTPORT, CT: 
2,029,022, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 25 AND 42. 
2,029,051, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 16 AND 42. 
MEDECO SECURITY LOCKS, INC., SALEM, VA: 
2,029,341, INT. CL. 7. 


MEDIACOM FILMWORKS, INC.: See— 
PARASOL GROUP, LTD.. 
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— SEMICONDUCTOR, INC., MOUNTAIN VIEW, 
‘A: 
2,029,165, INT. CL. 9. 
MEDTECH USA, INC., LOS ANGELES, CA: 
2,028,880, PUB. 10-15-1996. INT. CL. 9. 
MEDTRONIC, INC., MINNEAPOLIS, MN: 
2,029,269, INT. CL. 10. 


MELILLO, DANIEL T., REDONDO BEACH, CA: 
2,028,786, PUB. 10-15-1996. INT. CL. 28. 

MELVIN, HAROLD JAMES, PHILADELPHIA, PA: 
2,028,203, PUB. 10-15-1996. INT. CL. 41. 


MEMORY LANE GOSPEL, NASHVILLE, TN: 
2,028,803, PUB. 10-15-1996. INT. CL. 9. 

MENNEN COMPANY, THE, MORRISTOWN, N3J: 
1,597,096, CANC. INT. CL. 3. 

MERCEDES-BENZ AKTIENGESELLSCHAFT, 

STUTTGART, FED REP GERMANY: 

2,028,106, PUB. 10-15-1996. INT. CL. 12. 
2,028,107, PUB. 10-15-1996. INT. CL. 12. 
2,028,111, PUB. 10-15-1996. INT. CL. 12. 
2,028,112, PUB. 10-15-1996. INT. CL. 12. 
2,028,672, PUB. 10-15-1996. INT. CL. 12. 


MEREDITH CORPORATION, DES MOINES, IA: 
2,028,412, PUB. 10-15-1996. INT. CL. 16. 
MERRITT, WELLER & WELLER, INC., MIAMI, FL: 
2,029,271, INT. CL. 41. 
MESTEK, INC., WESTFIELD, MA, COOPER-WEYMOUTH, 
PETERSON, INC., WESTFIELD, MA: 
1,048,869. REN. 11-27-96. INT. CL. 7. 
METROPANE, INC., COLUMBUS, OH: 
2,028,454, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 12, 37 AND 40. 


METROPOLIS PUBLICATIONS, LOS ANGELES, CA: 
2,028,970, PUB. 10-15-1996. INT. CL. 16. 
— NATIONAL BANK, FARMINGTON HILLS, 
2,029,294, INT. CL. 36. 
MICROAGE COMPUTER STORES, INC., TEMPE, AZ: 
1,597,788, CANC. INT. CL. 35. 
MIDAMERICA THUNDERBOAT ASSOCIATION, DU- 
BUQUE, IA: 
2,028,283, PUB. 6-18-1996. INT. CL. 41. 
MIDLAND COMPANY, THE, AMELIA, OH: 
2,028,967, PUB. 10-15-1996. INT. CL. 9. 
MIDTOWN PAYSON GALLERIES, INC., HOBE SOUND, 
FL: 
2,028,662, PUB. 10-15-1996. INT. CL. 42. 
MIDWAY AIRLINES, INC., CHICAGO, IL: 
1,597,846, CANC. INT. CL. 39. 
MIDWAY MANUFACTURING COMPANY, CHICAGO, IL: 
2,028,633, PUB. 10-15-1996. INT. CL. 28. 
MIDWEST COMEDY EXPRESS, GRANGER, IN: 
2,028,417, PUB. 10-15-1996. INT. CL. 35. 
MIDWEST SEWING, INC., WESTFIELD, IN: 
2,029,392, INT. CL. 40. 
MIKON SYSTEMS, INC., ATLANTA, GA: 
2,029,285, MULTIPLE CLASS, INT. CLS. 9 AND 42. 
MILLENNIUM PRODUCTIONS, L.L.C.. ALEXANDRIA, 
VA: 
2,028,415, PUB. 10-15-1996. INT. CL. 41. 
MILLER BUILDING SUPPLY CO., INC., ROCKVILLE, 
MD: 
1,597,907, CANC. INT. CL. 42. 
MILLER COMPANY, INC., THE, OMAHA, NE: 
1,597,106, CANC. INT. CL. 5. 
MILLER, RENE, PORTLAND, OR, DBA MILLER ENTER- 
PRISES: 
1,597,489, CANC. INT. CL. 22. 
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MILLS FAMILY BAKERY, INC., CORAL GABLES, FL: 
1,597,713, CANC. INT. CL. 30. 

MILLWOOD BOOK COMPANY, BETHESDA, MD, DBA 
JUST GIRLS: 

2,028,317, PUB. 10-15-1996. INT. CL. 42. 

MIMOSA PUBLICATIONS, INC., SAN FRANCISCO, CA 
FROM CARRINGBUSH, INC., SAN FRANCISCO, CA: 

2,029,212, INT. CL. 9. 
MINERVA SYSTEMS, INC., SANTA CLARA, CA: 
2,028,961, PUB. 10-15-1996. INT. CL. 9. 
MINIDOC I UPPSALA AB, S-753 18, UPPSALA, SWEDEN: 
2,028,333, PUB. 10-15-1996. INT. CL. 9. 
MINIGRIP, INC., ORANGEBURG, NY: 
1,055,114. REN. 11-27-96. INT. CL. 20. 

MINISTRY OF POSTS AND TELECOMMUNICATIONS, 

PARIS, FRANCE: 
1,597,229, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
42. 
MINSON ENTERPRISES CO. LTD., TAIPEI, TAIWAN: 
2,029,100, MULTIPLE CLASS, INT. CLS. 18 AND 28. 
MISS SELFRIDGE LIMITED, LONDON, ENGLAND: 
1,597,038, CANC. INT. CL. 3. 
MISSION CONTROL, CHICAGO, IL: 
2,029,108, INT. CL. 25. 
MIWON U.S.A. INC., MOONACHIE, NJ: 
1,597,646, CANC. INT. CL. 29. 
MOBIL OIL CORPORATION, FAIRFAX, VA: 
2,028,226, PUB. 10-15-1996. INT. CL. 37. 
MODCOM, INC., CANBY, OR: 
2,028,237, PUB. 10-15-1996. INT. CL. 10. 

MODERN DISTRIBUTION MANAGEMENT, INC., MIN- 
NEAPOLIS, MN: 

2,028,420, PUB. 10-15-1996. INT. CL. 35. 

MODULATION OPTICS, INC., GREENVALE, NY: 

1,044,736. REN. 11-27-96. INT. CL. 9. 
MOHAWK CARPET CORPORATION, ATLANTA, GA: 
2,028,150, PUB. 10-15-1996. INT. CL. 35. 
MOLECULAR PROBES, INC., EUGENE, OR: 
2,028,958, PUB. 10-15-1996. INT. CL. 1. 
MONROVIA NURSERY COMPANY, AZUSA, CA: 
1,541,789, CANC. INT. CL. 31. 
MONSANTO COMPANY, ST. LOUIS, MO: 
1,597,131, CANC. INT. CL. 5. 
1,597,132, CANC. INT. CL. 5. 
1,597,135, CANC. INT. CL. 5. 
MONTGOMERY WORD & CO., INCORPORATED, CHICA- 
GO, IL: 

1,618,665, CANC. INT. CL. 14. 

MOORE INDUSTRIES, INC., SEPULVEDA, CA: 
2,028,614, PUB. 10-15-1996. INT. CL. 9. 

MOORMAN MANUFACTURING COMPANY, QUINCY, IL: 
640,925. REN. 11-25-96. U.S. CL. 18 (INT. CL. 5). 

MORGAN ADHESIVES COMPANY, STOW, OH: 
2,028,908, PUB. 10-15-1996. INT. CL. 16. 

MORNING STAR COFFEE, INC., POTTSTOWN, PA: 
2,028,608, PUB. 10-15-1996. INT. CL. 30. 

MORRISON MEDIA SERVICES PTY. LTD., BURLEIGH 
HEADS, QUEENSLAND, AUSTRALIA: 

1,597,387, CANC. INT. CL. 16. 

MORTON INTERNATIONAL, INC., CHICAGO, IL, 
MORTON-NORWICH PRODUCTS, INC., WILMINGTON, 
DE: 

1,057,014. REN. 11-25-96. INT. CL. 16. 

MOSINEE PAPER CORPORATION, MOSINEE, WI: 

2,028,386, PUB. 10-15-1996. INT. CL. 21. 

MOTION PICTURE & TELEVISION FUND FOUNDA- 

TION, WOODLAND HILLS, CA: 
2,029,194, INT. CL. 36. 
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MOTO GUZZI SPA, 22054 (COMO), ITALY, S.E.I.M.M. SO- 
CIETA ESERCIZIO INDUSTRIE MOTO MECCANICHE 
S.P.A., COMO, ITALY: 

1,044,067. REN. 11-27-96. INT. CL. 12. 

MOUNTAIN BREWERS, INC., THE, BRIDGEWATER 
CORNERS, VT: 

2,028,323, PUB. 10-15-1996. INT. CL. 32. 

MOUNTAIN MAGIC LEATHER, INC., MARLBOROUGH, 
NH: 

1,597,371, CANC. INT. CL. 14. 

MOYCO INDUSTRIES, INC.: See— 

MOYCO TECHNOLOGIES, INC.. 

MOYCO TECHNOLOGIES, INC., MONTGOMERYVILLE, 
PA FROM MOYCO INDUSTRIES, INC., MONTGOMER- 
YVILLE, PA: 

2,028,585, PUB. 10-15-1996. INT. CL. 10. 


MR BEANS, INC., CARBONDALE, IL: 
2,028,697, PUB. 10-15-1996. INT. CL. 42. 


MR. BAR-B-Q., INC., OLD BETHPAGE, NY: 
2,028,260, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 20, 21 AND 24. 
MSK-VERPACKUNGS-SYSTEME GESELLSCHAFT MIT 
BESCHRANKTER HAFTUNG, 47533 KLEVE, FED REP 
GERMANY: 
2,028,314, PUB. 10-15-1996. INT. CL. 7. 
MUELHENS GMBH & CO. KG, 50823 KOLN, FED REP 
GERMANY: 
2,028,413, PUB. 10-15-1996. INT. CL. 3. 
MULTI SERVICE CORPORATION, OVERLAND PARK, 
KS: 
2,028,989, PUB. 10-15-1996. INT. CL. 16. 
MUNICIPAL MANAGEMENT ASSOCIATES, INC., MARL- 
BOROUGH, MA: 
2,028,238, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9 AND 36. 
MURAKAMI, CATHIE, DEL MAR, CA: 
2,028,561, PUB. 10-15-1996. INT. CL. 41. 
MURAKAMI, KYOHEI, ORANGE, CA: 
2,028,936, PUB. 10-15-1996. INT. CL. 28. 
MUSIC MUSIC, LTD., CHICAGO, IL: 
2,028,861, PUB. 10-15-1996. INT. CL. 9. 
MY FAVORITE COMPANY, INC., GAINESVILLE, FL: 
1,597,623, CANC. INT. CL. 28. 
MY KINDA VILLE S.A., PARIS, FRANCE: 
1,597,886, CANC. INT. CL. 42. 
MYRTLE HOLDINGS INC., GREENSBORO, NC: 
2,028,902, PUB. 10-15-1996. INT. CL. 9. 
N. WAGMAN & COMPANY, INC., NEW YORK, NY: 
1,059,398. REN. 11-25-96. INT. CL. 26. 
NACEL, S.A., 75014 PARIS, FRANCE: 
2,028,975, PUB. 10-15-1996. INT. CL. 35. 
2,028,976, PUB. 10-15-1996. INT. CL. 35. 
NAIL POLISH COMPANY, INC., THE, CAMARILLO, CA: 
1,597,085, CANC. INT. CL. 3. 
NALCO/EXXON ENERGY CHEMICALS, L.P., SUGAR 
LAND, TX: 
2,028,357, PUB. 10-15-1996. INT. CL. 42. 
NANTUCKET SLEIGH RIDE, INC., NANTUCKET, MA: 
2,028,485, PUB. 10-15-1996. INT. CL. 42. 
2,028,486, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 25 AND 42. 
NAPOLEON HILL FOUNDATION, NORTHBROOK, IL: 
2,028,917, PUB. 10-15-1996. INT. CL. 42. 
NASH ENGINEERING COMPANY, THE, NORWALK, CT: 
2,029,172, INT. CL. 7. 
NATIONAL ARBOR DAY FOUNDATION, THE, LIN- 
COLN, NE: 
2,028,985, PUB. 10-15-1996. INT. CL. 42. 
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NATIONAL COORDINATING COUNCIL ON EMERGEN- 

CY MANAGEMENT, FALLS CHURCH, VA: 
2,028,132, PUB. 10-15-1996. U.S. CL. B. 

NATIONAL FOOTWEAR BUYERS, INC., ANGLETON, 
TX: 

1,597,774, CANC. INT. CL. 35. 

NATIONAL MEDICAL CARE MEDICAL PRODUCTS DI- 
VISION, INC., ROCKLEIGH, NJ, ERIKA, INC., ENGLE- 
WOOD, NJ: 

1,027,175. REN. 11-25-96. INT. CL. 5. 

NATIONAL RAILROAD PASSENGER CORPORATION, 
WASHINGTON, DC: 

2,028,542, PUB. 10-15-1996. INT. CL. 29. 

NATIONAL TAXIDERMISTS ASSOCIATION, SLIDELL, 
LA: 

1,040,330. REN. 11-27-96. U.S. CL. 200. 

NATIONAL TECHNICAL INFORMATION’ SERVICE, 
SPRINGFIELD, VA: 

2,028,095, PUB. 3-7-1995. INT. CL. 16. 

NATIONWIDE CHEMICAL COATING MANUFACTUR- 
ERS, INC., BRADENTON, FL: 

2,028,972, PUB. 10-15-1996. INT. CL. 2. 

NATURAL EFX, INC., RICHARDSON, TX: 

2,028,810, PUB. 10-15-1996. INT. CL. 5. 

NATURAL PRODUCT SCIENCES, INC., SALT LAKE 

CITY, UT: 
1,597,927, CANC. INT. CL. 42. 

NATURE LABS, LTD. CO., HOLLIDAY, TX: 
2,028,971, PUB. 10-15-1996. INT. CL. 3. 
NATURESTAR FOODS, INC., HINSDALE, IL: 
2,028,655, PUB. 10-15-1996. INT. CL. 30. 

NAUTICA APPAREL, INC., NEW YORK, NY: 

2,028,278, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 24 AND 25. 
NAUTILUS INSURANCE COMPANY, SCOTTSDALE, AZ: 
2,028,532, PUB. 10-15-1996. INT. CL. 36. 

NAVAL SEA CADET CORPS, ARLINGTON, VA, DBA 

U.S. NAVAL SEA CADET CORPS: 
1,038,289. REN. 11-27-96. INT. CL. 41. 

NAVITAR, INC., ROCHESTER, NY: 
2,028,091, PUB. 6-14-1994. INT. CL. 9. 


NBC FOURTH REALTY CORP., NORTH LAS VEGAS, NV: 
2,028,329, PUB. 10-15-1996. INT. CL. 16. 
NBTY, INC., BOHEMIA, NY: 
2,028,941, PUB. 10-15-1996. INT. CL. 3. 
NCI BUILDING SYSTEMS, INC., HOUSTON, TX: 
2,028,844, PUB. 10-15-1996. INT. CL. 42. 
2,028,845, PUB. 10-15-1996. INT. CL. 42. 
2,028,846, PUB. 10-15-1996. INT. CL. 42. 


NEBADON CORPORATION, TIBURON, CA: 
2,028,819, PUB. 10-15-1996. INT. CL. 20. 

NEC AMERICA, INC., MELVILLE, NY: 
2,028,754, PUB. 10-15-1996. INT. CL. 9. 

NEC HOME ELECTRONICS (U.S.A.) INC., WOOD DALE, 
IL: 

1,597,956, CANC. INT. CL. 9. 

NEDERLANDSE DASSENFABRIEK MIC-RO VERKOOP 
B.V., 2908 LC CAPELLE AAN DEN IJSSEL, NETHER- 
LANDS: 

2,029,394, INT. CL. 25. 

NEEVES, J. STEVEN, MYRTLE BEACH, SC: 

2,028,479, PUB. 10-15-1996. INT. CL. 25. 

NEIMAN-MARCUS GROUP, INC., THE, CHESTNUT 
HILL, MA: 

1,597,510, CANC. INT. CL. 25. 

NELSON, D. STUART, LAKESIDE, CA AND BRILL, MI- 

CHAEL L., LAS VEGAS, NV: 
1,597,759, CANC. INT. CL. 34. 
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NEOMAGIC CORPORATION, SANTA CLARA, CA: 
2,028,840, PUB. 10-15-1996. INT. CL. 9. 

NET SPORTSWEAR, DEL MAR, CA: 
1,597,595, CANC. INT. CL. 25. 

NETMATION INC., BELLEVUE, WA: 

2,028,922, PUB. 10-15-1996. INT. CL. 42. 

NETREGISTER, INC., MANCHESTER, NH: 

2,028,332, PUB. 10-15-1996. INT. CL. 35. 
NETWORK III, COLLINGSWOOD, NJ: 
2,028,211, PUB. 7-2-1996. INT. CL. 16. 

NETWORK PREMISES SOLUTIONS, RALEIGH, NC: 
2,028,883, PUB. 10-15-1996. INT. CL. 37. 

NEURO SYSTEMS, INC., DALLAS, TX: 
1,597,308, CANC. INT. CL. 10. 

NEUROTRON, INC., BALTIMORE, MD: 
2,028,676, PUB. 10-15-1996. INT. CL. 9. 

NEW BOSTON SELECT GROUP, INC., WOBURN, MA: 
2,028,945, PUB. 10-15-1996. INT. CL. 35. 

NEW DESIGN, INC., DEERFIELD, IL: 
1,627,999, CANC. INT. CL. 28. 

NEW IDEAS INTERNATIONAL, INC., THOMASVILLE, 

GA: 
2,029,244, INT. CL. 35. 
NEW WEST PRODUCTS, INC., MENLO PARK, CA: 
2,029,396, INT. CL. 22. 
NEW WORLD COMPUTING, INC., AGOURA HILLS, CA: 
2,029,247, INT. CL. 28. 
NEWINGTON CHILDREN’S HOSPITAL, NEWINGTON, 
CT: 
2,029,282, INT. CL. 42. 
NEWSNET, INC., BRYN MAWR, PA: 
2,029,256, INT. CL. 35. 

NEXT COMPUTER, INC., REDWOOD CITY, CA: 
2,028,079, PUB. 10-15-1996. INT. CL. 9. 

NICAMAKA DISTRIBUTORS, INC., MIAMI, FL: 
2,029,025, PUB. 10-15-1996. INT. CL. 22. 

NICE MAN MERCHANDISING, MAPLE GROVE, MN: 
2,028,396, PUB. 10-15-1996. INT. CL. 35. 

NICHE MARKETING, INC., GREENSBORO, NC: 
2,029,245, INT. CL. 21. 

NIGHT TECHNOLOGIES, INC., PROVO, UT: 
2,028,895, PUB. 10-15-1996. INT. CL. 9. 

NIHON SHINKU GIJUTSU KABUSHIKI KAISHA, KAN- 
AGAWA-KEN, JAPAN: 

2,028,826, PUB. 10-15-1996. INT. CL. 9. 

NINGBO GREAT WALL & BUNKASEIKO MEASURING 
TAPE MANUFACTURING CO., LTD., ZHEJIANG 
315400, CHINA: 

2,029,174, INT. CL. 9. 
NO EXCEPTION, INC., WICHITA, KS: 
2,028,579, PUB. 10-15-1996. INT. CL. 25. 

NO TOUCH NORTH AMERICA CORPORATION, IRVINE, 
CA: 

2,029,221, INT. CL. 3. 

NOOK & CRANNY, INC., GREENSBORO, NC: 

1,597,829, CANC. MULTIPLE CLASS, INT. CLS. 37 
AND 42. 
NORCOM NETWORKS CORPORATION, BELLEVUE, WA: 
2,028,390, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9 AND 38. 

NORTH CAROLINA TRANSPORTATION HISTORY COR- 
PORATION, SPENCER, NC: 

2,028,669, PUB. 10-15-1996. INT. CL. 41. 

NORTH COAST LOGIC, INC., CANTON, OH: 

2,028,311, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9 AND 16. 
NORTHERN MAGNETICS INC., SANTA CLARITA, CA: 
2,028,893, PUB. 10-15-1996. INT. CL. 7. 
NORTHWORD PRESS, INC., MINOCQUA, WI: 
2,028,113, PUB. 12-20-1994. INT. CL. 9. 
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NOVA SPORTS U.S.A. INC., HOLLISTON, MA: 
2,028,389, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 40 AND 42. 


NOXELL CORPORATION, HUNT VALLEY, MD: 
1,567,859, CANC. INT. CL. 3. 
NU SKIN INTERNATIONAL, INC., PROVO, UT: 
2,029,208, INT. CL. 5. 
2,029,209, INT. CL. 5. 
NU-MET INC., HUNTINGTON BEACH, CA: 
1,597,063, CANC. INT. CL. 3. 
NUCKOLLS, INC., ALEXANDRIA, VA: 
2,028,086, PUB. 10-15-1996. INT. CL. 41. 
NUMBER NINE VISUAL TECHNOLOGY CORPORATION, 
LEXINGTON, MA: 
2,029,234, INT. CL. 9. 
NUSSBAUM DISTRIBUTING, INC., MEMPHIS, TN: 
1,597,941, CANC. INT. CL. 42. 
NUTMEG MILLS, INC., TAMPA, FL: 
1,597,591, CANC. INT. CL. 25. 
NUTRI/SYSTEM DELAWARE, INC., WILMINGTON, DE: 
1,597,395, CANC. INT. CL. 16. 
NVR HOMES INC., MCLEAN, VA: 
2,028,888, PUB. 10-15-1996. INT. CL. 37. 
O-TWO SYSTEMS INTERNATIONAL INC., MISSIS- 
SAUGA, ONTARIO, LSS 1C8, CANADA: 
2,028,182, PUB. 10-15-1996. INT. CL. 10. 
OCLASSEN PHARMACEUTICALS, INC., SAN RAFAEL, 
CA: 
1,597,137, CANC. INT. CL. 5. 
ODR INC., ATLANTA, GA: 
2,029,094, MULTIPLE CLASS, INT. CLS. 9, 16, 35, 41 
AND 42. 
OERTLI WERKZEUGE AG, CH-8181 HORI, SWITZER- 
LAND: 
2,028,889, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 7 AND 37. 
OFFICETECH, INC., CHICAGO, IL: 
2,028,620, PUB. 10-15-1996. INT. CL. 42. 
OGLEBAY NORTON COMPANY, CLEVELAND, OH: 
2,028,305, PUB. 10-15-1996. INT. CL. 19. 
2,028,307, PUB. 10-15-1996. INT. CL. 19. 
OLD MAN’S CAVE CHALETS, LOGAN, OH: 
2,028,549, PUB. 10-15-1996. INT. CL. 36. 
OLD WEST DRY GOODS CORPORATION, RIDGEWOOD, 
NJ: 
1,597,353, CANC. MULTIPLE CLASS, INT. CLS. 13, 18 
AND 25. 
OMNI PRODUCTS INTERNATIONAL, INC., FAIRFIELD, 
NJ: 
1,575,022, CANC. INT. CL. 20. 
ON SCREEN CUISINE, INC., CHICAGO, IL: 
1,597,292, CANC. INT. CL. 9. 
ON THE GROW, INC., MONROE, NC: 
1,597,484, CANC. INT. CL. 21. 
ONDINE, SEATTLE, WA: 
2,028,562, PUB. 10-15-1996. INT. CL. 41. 
ONTARIO 434776 LIMITED, MARKHAM, ONTARIO L6C 
1P2, CANADA: 
2,029,068, INT. CL. 11. 
OPEN LEARNING AGENCY, BURNABY, BRITISH CO- 
LUMBIA V5G 4S8, CANADA: 
2,029,351, INT. CL. 41. 
OPTICS INTERNATIONAL, INC., LOUISVILLE, KY: 
1,597,786, CANC. INT. CL. 35. 
OPTIGLO, INC., KING OF PRUSSIA, PA: 
2,028,367, PUB. 10-15-1996. INT. CL. 25. 
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OPTIKITS CANADA INC., TORONTO, ONTARIO, 
CANADA: 
1,597,226, CANC. INT. CL. 9. 
OPUBCO DEVELOPMENT COMPANY, OKLAHOMA 
CITY, OK: 
2,028,600, PUB. 10-15-1996. INT. CL. 37. 
2,028,601, PUB. 10-15-1996. INT. CL. 37. 
ORGANON TEKNIKA B.V., 5281 RM BOXTEL, NETHER- 
LANDS, LITTON BIONETICS, INC., KENSINGTON, 
MD: 


1,031,860. REN. 11-27-96. INT. CL. 1. 
ORIGINAL NEW YORK SELTZER, WALNUT, CA: 
1,597,736, CANC. INT. CL. 32. 
ORIGINS NATURAL RESOURCES INC., NEW YORK, NY: 
2,029,226, INT. CL. 4. 
ORIOLES, INC., THE, BALTIMORE, MD: 
1,597,474, CANC. INT. CL. 21. 
OROAMERICA, INC., BURBANK, CA: 
1,597,370, CANC. INT. CL. 14. 
ORTHOPEDIC STUDIO, INC., THE, BROOKLYN, NY: 
1,597,310, CANC. INT. CL. 10. 
OTIS ELEVATOR COMPANY, FARMINGTON, CT: 
2,028,520, PUB. 10-15-1996. INT. CL. 42. 
OTSUKA PHARMACEUTICAL CO., LTD., CHIYODA-KU, 
TOKYO, JAPAN: 
1,597,104, CANC. INT. CL. 5. 
OTTO-VERSAND (GMBH & CO), 22179 HAMBURG, FED 
REP GERMANY: 
2,028,220, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 16, 20, 24, 25 AND 42. 
OUR SECRET, LTD., ALBUQUERQUE, NM: 
2,029,045, PUB. 10-15-1996. INT. CL. 24. 
OWEN, KEITH L., TACOMA, WA, DBA THE TRAINING 
CONTINUUM: 
2,028,812, PUB. 10-15-1996. INT. CL. 9. 
OXFORD HEALTH PLANS, INC., NORWALK, CT: 
2,028,118, PUB. 10-15-1996. INT. CL. 42. 
2,028,119, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 36 AND 42. 
OXMOOR HOUSE, INC., BIRMINGHAM, AL: 
2,028,763, PUB. 10-15-1996. INT. CL. 16. 
P-DOH ENTERPRISES, INC., BEDFORD, NY: 
1,597,430, CANC. INT. CL. 18. 
PACIFIC ELECTRICORD COMPANY, GARDENA, CA: 
2,029,124, INT. CL. 20. 
PACIFIC LUMBER COMPANY, THE, SCOTIA, CA: 
2,028,422, PUB. 10-15-1996. INT. CL. 19. 
PACKAGING CORPORATION OF AMERICA, EVANS- 
TON, IL: 
2,028,359, PUB. 10-15-1996. INT. CL. 6. 
PACON CORPORATION, APPLETON, WI: 
2,028,918, PUB. 10-15-1996. INT. CL. 16. 
2,028,919, PUB. 10-15-1996. INT. CL. 16. 
PAFC, INC., PHILADELPHIA, PA: 
2,028,146, PUB. 3-26-1996. INT. CL. 42. 
PAINEWEBBER INCORPORATED, NEW YORK, NY: 
2,029,169, INT. CL. 16. 
PAL INTERNATIONAL CORPORATION, PHOENIX, AZ, 
DBA FIRESTIK ANTENNA COMPANY: 
1,597,248, CANC. INT. CL. 9. 
PALL CORPORATION, EAST HILLS, NY: 
2,028,991, PUB. 10-15-1996. INT. CL. 11. 
PAMELA DRAKE IMPORTS, INC., BERKELEY, CA, DBA 
SNAKE & THINGS: 
2,029,384, INT. CL. 16. 
PAMPERED CHEF, LTD., THE, ADDISON, IL: 
2,029,179, INT. CL. 9. 
PANACHE RESOURCES & SYSTEMS CORP., JERSEY 
CITY, NJ: 
2,028,315, PUB. 10-15-1996. INT. CL. 36. 
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PANDA MANAGEMENT COMPANY, INC., SOUTH PASA- 
DENA, CA: 

2,029,298, INT. CL. 42. 

PANTASOTE INC., GREENWICH, CT: 

1,597,006, CANC. MULTIPLE CLASS, INT. CLS. 1, 9, 20 
AND 27. 
PAPER WAREHOUSE FRANCHISING, INC., EDEN PRAI- 
RIE, MN: 
2,028,821, PUB. 10-15-1996. INT. CL. 42. 
PAPPAS TELECASTING COMPANIES, VISALIA, CA: 
2,028,685, PUB. 10-15-1996. INT. CL. 38. 

PARAMOUNT PICTURES CORPORATION, NEW YORK, 
NY: 

1,597,470, CANC. INT. CL. 21. 

PARASOL GROUP, LTD., MUNICH, FED REP GERMANY 
FROM MEDIACOM FILMWORKS, INC., LOS ANGE- 
LES, CA: 

2,028,127, PUB. 6-25-1996. MULTIPLE CLASS, INT. 
CLS. 38 AND 41. 

PARFUMERIE FRAGONARD, 75009 PARIS, FRANCE: 
2,028,573, PUB. 10-15-1996. INT. CL. 3. 

PARIS ACCESSORIES, INC., NEW YORK, NY: 
1,597,541, CANC. INT. CL. 25. 

PARSEC DELAWARE LTD., WILMINGTON, DE: 
1,597,046, CANC. INT. CL. 3. 

PARSONS TECHNOLOGY, INC., HIAWATHA, IA: 
2,028,564, PUB. 10-15-1996. INT. CL. 9. 

PARTEK INSULATIONS LTD., SARNIA, ONTARIO, 
CANADA: 

1,597,419, CANC. INT. CL. 17. 

PARTNERS NATIONAL HEALTH PLANS OF NORTH 
CAROLINA, INC., WINSTON-SALEM, NC: 

2,028,467, PUB. 10-15-1996. INT. CL. 36. 
PASTA MAKERS, INC., BIRMINGHAM, AL: 
1,597,671, CANC. INT. CL. 30. 

PASTA PRODUCTS, INC., SPOKANE, WA: 

2,028,299, PUB. 10-15-1996. INT. CL. 30. 

PASTABILITIES, ANN ARBOR, MI: 

2,028,072, PUB. 10-15-1996. INT. CL. 42. 

PATHNET, INC., RIVERDALE, MD: 

2,028,766, PUB. 10-15-1996. INT. CL. 38. 

PATTERSON, GARY, MALIBU, CA: 

1,597,414, CANC. INT. CL. 16. 
PBI/GORDON CORPORATION, KANSAS CITY, MO: 
2,029,127, INT. CL. 1. 
PEARSALL, JED, NEWPORT, RI, DBA PERFORMANCE 
RESEARCH: 
1,597,789, CANC. INT. CL. 35. 
PECARD CHEMICAL COMPANY, INC., GREEN BAY, WI: 
1,052,202. REN. 11-25-96. MULTIPLE CLASS, INT. CLS. 
3 AND 4. 
1,053,485. REN. 11-25-96. MULTIPLE CLASS, INT. CLS. 
3 AND 4. 
PEI/GENESIS, INC., PHILADELPHIA, PA: 
2,028,858, PUB. 10-15-1996. INT. CL. 9. 

PELANAS LTDA, SANTAFE DE BOGATA, D.C., COLUM- 
BIA, COLOMBIA: 

2,028,969, PUB. 10-15-1996. INT. CL. 28. 

PEN WERKS, LLC., EDINA, MN: 

2,029,042, PUB. 10-15-1996. INT. CL. 16. 

PENN ENGINEERING & MANUFACTURING CORP., 

DANBORO, PA: : 
2,028,457, PUB. 10-15-1996. INT. CL. 6. 

PENNINE COMPUTER CONSULTING, INC., WEBSTER, 
NY: 

2,029,214, INT. CL. 9. 

PENNSYLVANIA MANUFACTURERS’ ASSOCIATION IN- 
SURANCE COMPANY, BLUE BELL, PA: 

2,029,043, PUB. 10-15-1996. INT. CL. 36. 
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PENNWELL PUBLISHING COMPANY, TULSA, OK: 
2,028,380, PUB. 10-15-1996. INT. CL. 16. 
2,028,393, PUB. 10-15-1996. INT. CL. 35. 
PEP BOYS MANNY, MOE & JACK, THE, PHILADELPHIA, 
PA: 
2,028,139, PUB. 10-15-1996. INT. CL. 42. 
PEPI CHIROPRACTIC PROFESSIONAL CORPORATION, 
LOS ANGELES, CA: 
2,029,331, INT. CL. 42. 
PERDUE HOLDINGS, INC., WILMINGTON, DE: 
2,028,196, PUB. 4-23-1996. INT. CL. 29. 
PEREGRINE SYSTEMS, INC., SAN DIEGO, CA: 
2,028,646, PUB. 10-15-1996. INT. CL. 9. 
PERFECT PROMOTIONAL PRODUCTS LIMITED PART- 
NERSHIP, CAMARILLO, CA: 
2,028,316, PUB. 10-15-1996. INT. CL. 9. 
PERSONALITY STATIONS, INC., BECKLEY, WV: 
2,028,078, PUB. 10-15-1996. INT. CL. 38. 
PET SPECIALTIES INC., BRENTWOOD, TN: 
1,597,726, CANC. INT. CL. 31. 
PETER BRAMS DESIGNS, LTD., NEW YORK, NY: 
2,029,007, PUB. 10-15-1996. INT. CL. 14. 
PETERSON MANUFACTURING COMPANY, GRAND- 
VIEW, MO: 
2,028,731, PUB. 10-15-1996. INT. CL. 9. 
PFIZER HOSPITAL PRODUCTS GROUP, INC., NEW 
YORK, NY: 
1,577,591, CANC. INT. CL. 10. 
PFIZER INC., NEW YORK, NY: 
1,597,056, CANC. INT. CL. 3. 
1,597,116, CANC. INT. CL. 5. 
1,597,140, CANC. INT. CL. 5. 
PHARMA-ZENTRALE GMBH, HERDECKE, FED REP 
GERMANY: 
1,597,112, CANC. INT. CL. 5. 
PHARMALOGICS, INC., SOUTHFIELD, MI: 
2,028,500, PUB. 10-15-1996. INT. CL. 42. 
PHARMATEC, INC., ALACHUA, FL: 
1,597,024, CANC. INT. CL. 1. 
PHELPS-TOINTON, INC., VISTA, CA, DBA ARMOR SAFE 
TECHNOLOGIES: 
2,028,726, PUB. 10-15-1996. INT. CL. 9, 
PHILADELPHIA NEWSPAPERS, INC., PHILADELPHIA, 
PA: 
2,028,832, PUB. 10-15-1996. INT. CL. 16. 
PHILIPS COMMUNICATION & SECURITY SYSTEMS 
INC., LANCASTER, PA: 
2,028,802, PUB. 10-15-1996. INT. CL. 9. 
PHILLIPS PUBLISHING, INC., POTOMAC, MD: 
1,597,969, CANC. INT. CL. 16. 
PHISH, INC., BURLINGTON, VT: 
2,029,048, PUB. 10-15-1996. INT. CL. 16. 
2,029,049, PUB. 10-15-1996. INT. CL. 9. 
PHOENIX COMPUTER CORPORATION, LOS ANGELES, 
CA, DBA PHOENIX SOFTWARE INTERNATIONAL: 
2,028,364, PUB. 10-15-1996. INT. CL. 9. 
PHOENIX RECYCLED PLASTICS, CONSHOHOCKEN, PA: 
2,028,503, PUB. 10-15-1996. INT. CL. 19. 
PHONOCAR S.P.A., I-42100 REGGIO EMILIA, ITALY: 
2,028,255, PUB. 10-15-1996. INT. CL. 9. 
PHOTO-CUT GRAPHICS, INC., NANUET, NY: 
2,028,968, PUB. 10-15-1996. INT. CL. 6. 
PHYKITT, HOWARD, WILSON, NC AND PHYKITT, 
TERESA, WILSON, NC: 
2,029,216, INT. CL. 5. 
PHYSICIANS WEIGHT LOSS CENTERS OF AMERICA, 
INC., AKRON, OH: 
1,597,252, CANC. INT. CL. 9. 
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PICALLEE GAMES INC., VILLAGE-DES-HURONS, 
QUEBEC, CANADA TO LES JEUX JENNICK INC./JEN- 
NICK GAMES INC., LORETTEVILLE, QUEBEC, 
CANADA: 

1,867,706, AM. INT. CL. 28. 

PIERRE FABRE S.A., PARIS, FRANCE: 
1,597,109, CANC. INT. CL. 5. 

PILKO & ASSOCIATES, INC., HOUSTON, TX: 
2,029,026, PUB. 10-15-1996. INT. CL. 42. 
2,029,027, PUB. 10-15-1996. INT. CL. 35. 

PINE MANOR, INC., GOSHEN, IN: 

2,029,089, INT. CL. 29. 

PINK ELEPHANT NEDERLAND B.V., 2275 AA, VOOR- 
BURG, NETHERLANDS: 

2,028,252, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9, 16, 35, 41 AND 42. 

PINNACLE BRANDS, INC., GRAND PRAIRIE, TX: 
2,029,336, INT. CL. 16. 

PIRELLI COORDINAMENTO PNEUMATICI 
MILAN, ITALY: 

2,028,484, PUB. 10-15-1996. INT. CL. 12. 

PITKIN GROWTH GROUP INC., GLASTONBURY, CT: 

2,029,325, INT. CL. 42. 


PITMAN-MOORE, INC., NORTHBROOK, IL: 
1,597,126, CANC. INT. CL. 5. 
PITNEY BOWES INC., STAMFORD, CT: 
2,029,198, INT. CL. 9. 
PLACER DOME INC., VANCOUVER, BRITISH COLUM- 
BIA, V7X 1P1, CANADA: 
2,028,274, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35, 37, 40 AND 42. 
2,028,275, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35, 37, 40 AND 42. 
PLANET EARTH RECYCLING INC., PHILADELPHIA, 
PA: 
2,028,462, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 40. 
PLANT EQUIPMENT, INC., TEMECULA, CA: 
2,028,232, PUB. 10-15-1996. INT. CL. 9. 
PLATINUM TECHNOLOGY, INC, OAKBROOK TER- 
RACE, IL: 
2,028,098, PUB. 10-15-1996. INT. CL. 9. 
2,028,166, PUB. 10-15-1996. INT. CL. 16. 


PNEUMATIQUES KLEBER, LAXOU CEDEX, FRANCE: 
1,597,346, CANC. INT. CL. 12. 

POINT OF CARE SYSTEMS, INC., SAN DIEGO, CA: 
2,028,468, PUB. 6-18-1996. INT. CL. 9. 

POITIN, INC., BRISBANE, CA: 
1,597,949, CANC. MULTIPLE CLASS, INT. CLS. 25 

AND 33. 

POLARIS, INCORPORATED, FALLS CHURCH, VA: 

1,597,263, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
42. 
POLLUTION CONTROLLED COAL, INC., CONVENT 
STATION, NJ, DBA PCC INC.: 

1,597,101, CANC. INT. CL. 4. 

POLYGRAM RECORDS, INC., NEW YORK, NY: 
1,597,271, CANC. INT. CL. 9. 

POLYMER ENGINEERING CORP., OXNARD, CA: 
2,029,330, INT. CL. 1. 

PONTE TRADING COMPANY, LONG BEACH, CA: 
1,597,710, CANC. INT. CL. 30. 

POOLRAY (PTY) LIMITED, PRIMROSE, GERMISTON, 

SOUTH AFRICA: 

2,029,103, INT. CL. 7. 

POORMAN-DOUGLAS CORPORATION, PORTLAND, OR: 
1,597,765, CANC. INT. CL. 35. 


S.P.A., 
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POP OPEN COMPANY, THE, LOS ANGELES, CA: 
1,597,499, CANC. INT. CL. 24. 
1,597,500, CANC. INT. CL. 24. 
PORTER ATHLETIC EQUIPMENT COMPANY, BROAD- 
VIEW, IL: 
2,028,387, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 7, 9 AND 28. 
POSITIVE IMPACT, INC., WALPOLE, MA: 
1,597,409, CANC. INT. CL. 16. 
POSITRAN, INC., NORRISTOWN, PA: 
2,029,228, INT. CL. 9. 
POWER DEVICES, INC., LAGUNA HILLS, CA: 
2,029,343, INT. CL. 9. 
POWER LINER INDUSTRIES CORPORATION, WIL- 
MINGTON, NC: 
2,028,312, PUB. 10-15-1996. INT. CL. 7. 
POWER SERVICE PRODUCTS, INC., WEATHERFORD, 
TX: 
2,029,289, INT. CL. 1. 
POWER TOOL HOLDERS INCORPORATED, WILMING- 
TON, DE: 
2,029,207, INT. CL. 7. 
POWEREX-IWATA AIR TECHNOLOGY INCORPORAT- 
ED, HARRISON, OH: 
1,597,193, CANC. INT. CL. 7. 
POWERLITE INC., ST. LAURENT, QUEBEC, CANADA: 
2,028,994, PUB. 10-15-1996. INT. CL. 11. 
2,028,996, PUB. 10-15-1996. INT. CL. 11. 
= ARCHITECTURAL FINISHES, INC., PITTSBURGH, 
A: 
1,620,704, CANC. INT. CL. 5. 
PPG INDUSTRIES, INC., PITTSBURGH, PA: 
2,029,154, INT. CL. 21. 
PRATHER, WENDY, BELVIDERE, IL: 
2,029,180, INT. CL. 8. 
PRATT INDUSTRIES (U.S.A.), INC., CONYERS, GA: 
2,028,949, PUB. 10-15-1996. INT. CL. 16. 
2,028,974, PUB. 10-15-1996. INT. CL. 16. 
PRECIOUS BLOOD, INC., ASTROIA, NY: 
1,597,880, CANC. INT. CL. 41. 
PRECISION ENDOSCOPY OF AMERICA, INC., HUNT 
VALLEY, MD: 
2,028,667, PUB. 10-15-1996. INT. CL. 37. 
2,028,668, PUB. 10-15-1996. INT. CL. 37. 
PRECISION WOOD PRODUCTS L.L.C., PRESCOTT, AZ: 
2,028,198, PUB. 10-15-1996. INT. CL. 19. 
PREMIER PYTHON SYSTEMS, INC., CUMMING, GA: 
2,029,013, PUB. 10-15-1996. INT. CL. 17. 
— RADIO NETWORKS, INC., SHERMAN OAKS, 
2,029,382, INT. CL. 38. 
PREPARED PRODUCTS CO., INC., LOS ANGELES, CA, 
ZALOOM BROTHERS CO., INC., SECAUCUS, NJ: 
1,046,062. REN. 11-27-96. INT. CL. 29. 
PREPARED PRODUCTS COMPANY, INC., LOS ANGE- 
LES, CA, DBA PREPCO: 
2,029,219, INT. CL. 35. 
PRESTOLOCK INTERNATIONAL, LTD., PARAMUS, NJ: 
2,028,402, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 6 AND 20. 
PRIMA CORPORATION, ARLINGTON, VT: 
2,028,141, PUB. 5-23-1995. INT. CL. 40. 
PRIMADONNA CORPORATION, THE, JEAN (STATE- 
LINE), NV: 
2,028,563, PUB. 10-15-1996. INT. CL. 42. 
2,028,568, PUB. 10-15-1996. INT. CL. 41. 
PRIMESOUTH, INC., COLUMBIA, SC: 
1,597,835, CANC. INT. CL. 37. 
PRIMROSE OIL COMPANY, INC., DALLAS, TX: 
1,597,102, CANC. INT. CL. 4. 
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PRINTERS’ SERVICE, INC., NEWARK, NJ: 
2,028,335, PUB. 10-15-1996. INT. CL. 42. 
2,028,336, PUB. 10-15-1996. INT. CL. 42. 

PRIVATE BUSINESS, INC., BRENTWOOD, TN: 
2,029,166, INT. CL. 9. 

2,029,167, INT. CL. 36. 

PRO KENNEX, INC., SAN DIEGO, CA: 
2,029,383, INT. CL. 28. 

PRO-NURSE STAFFING, INC., CHICAGO, IL: 
1,597,996, CANC. INT. CL. 42. 

PROCTER & GAMBLE COMPANY, THE, CINCINNATI, 
OH: 

2,029,381, INT. CL. 16. 

PRODUCTOS Y ESPECIALIDADES LUBRAL, S.A. DE 
C.V., NUEVO LEON, MEXICO: 

1,597,098, CANC. INT. CL. 4. 

PROFESSIONAL PICTURE FRAMERS ASSOCIATION, 
RICHMOND, VA: 

2,029,044, PUB. 10-15-1996. INT. CL. 42. 

PROFORMIKX, INC., BRANCHBURG, NJ: 

2,028,791, PUB. 10-15-1996. INT. CL. 9. 

PROJECTION/VIDEO SUPPLY COMPANY, ATLANTA, 
GA: 

2,028,680, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 41. 
PROMARK INTERNATIONAL, INC., BOISE, ID: 
2,028,610, PUB. 10-15-1996. INT. CL. 30. 
PROPAC INDUSTRIES, INC., RIDGEWAY, SC: 
2,028,145, PUB. 5-7-1996. INT. CL. 3. 

PROVANTAGE CORPORATION, NORTH CANTON, OH: 
2,028,727, PUB. 10-15-1996. INT. CL. 9. 

PRUDENTIAL INSURANCE COMPANY OF AMERICA, 
THE, NEWARK, NJ: 

2,029,017, PUB. 10-15-1996. INT. CL. 35. 

PT DIAGNOSTIC SOFTWARE, INC., PHOENIX, AZ: 
2,028,912, PUB. 10-15-1996. INT. CL. 9. 

PULTE HOME CORPORATION, BLOOMFIELD HILLS, 
MI: 

2,028,280, PUB. 10-15-1996. INT. CL. 37. 

PUPPET PLAYERS LTD., THE, MAITLAND, FL: 

1,597,877, CANC. INT. CL. 41. 

PURE SOURCE, INC., MIAMI BEACH, FL: 
2,028,999, PUB. 10-15-1996. INT. CL. 5. 

PYROCAP INC., SPRINGFIELD, VA: 
1,597,003, CANC. INT. CL. 1. 

Q-PANEL COMPANY, THE, WESTLAKE, OH TO Q- 
PANEL LAB PRODUCTS CORPORATION, CLEVE- 
LAND, OH: 

1,651,368, AM. INT. CL. 9. 

QDM COMPANY, SAN FRANCISCO, CA: 
2,028,391, PUB. 10-15-1996. INT. CL. 9. 

QUALITY MICROWAVE INTERCONNECTS, INC., WIL- 
MINGTON, MA: 

2,029,183, INT. CL. 9. 

QUALITY STORES, INC., NORTH MUSKEGON, MI: 
1,597,940, CANC. INT. CL. 42. 

QUATRINE FURNITURE, INC., BIRMINGHAM, MI: 
2,028,720, PUB. 10-15-1996. INT. CL. 20. 

QUESTAR CORPORATION, NEW HOPE, PA: 
2,028,903, PUB. 10-15-1996. INT. CL. 9. 

QUFU DISTILLERY, QUFU, SHANDONG, P.R., CHINA: 
2,028,397, PUB. 10-15-1996. INT. CL. 33. 

QUICK POINT, INC., FENTON, MO: 
2,029,278, INT. CL. 14. 

QUICKIE DESIGNS INC., FRESNO, CA: 
2,028,514, PUB. 10-15-1996. INT. CL. 12. 
2,028,790, PUB. 10-15-1996. INT. CL. 12. 
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QUINTANNA CREATIONS LTD., BURLINGTON, ON- 
TARIO, CANADA, DBA BARBARA HARRIS: 
1,597,524, CANC. INT. CL. 25. 
R & R PRODUCTIONS, BENSENVILLE, IL: 
2,029,358, INT. CL. 9. 
R. GORTER EN ZN. B.V., 3111 PS SCHIEDAM, NETHER- 
LANDS: 
2,028,233, PUB. 10-15-1996. INT. CL. 33. 
R. J. TACKLE, INC., FORT MYERS, FL: 
2,028,981, PUB. 10-15-1996. INT. CL. 28. 
R.G. BARRY CORPORATION, PICKERINGTON, OH: 
1,597,629, CANC. INT. CL. 28. 
RJ. REYNOLDS TOBACCO COMPANY, WINSTON- 
SALEM, NC: 
2,029,313, INT. CL. 34. 
RABBIT EARS PRODUCTIONS, INC., ROWAYTON, CT: 
1,573,072, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
16. 
RACAL SAFETY LIMITED, WEMBLEY, MIDDLESEX, 
ENGLAND: 
1,597,290, CANC. INT. CL. 9. 
RACINE INDUSTRIES, INC., RACINE, WI: 
1,597,059, CANC. INT. CL. 3. 
RACOR, INC., PORTLAND, OR: 
1,597,464, CANC. INT. CL. 20. 
RADVIEW SOFTWARE LTD., RAMAT HAHAYAL, TEL- 
AVIV 69710, ISRAEL: 
2,029,113, INT. CL. 9. 
RADWAY ENTERPRISES, TUCSON, AZ: 
1,597,364, CANC. INT. CL. 14. 
RAINBOW G. I. DIAMONDS, INC., LOS ANGELES, CA: 
1,597,366, CANC. INT. CL. 14. 
RALPH ELLERKER (1795) LTD., HUNSLET, LEEDS, 
ENGLAND: 
1,597,330, CANC. INT. CL. 11. 
RAM CHEMICALS, INCORPORATED, RALEIGH, NC: 
1,556,371, CANC. INT. CL. 1. 
RAMSEY WINDOWS, INC., NORTH BELMONT, NC: 
1,597,444, CANC. INT. CL. 19. 
RANCH-WAY, INC., FORT COLLINS, CO: 
1,057,869. REN. 11-25-96. INT. CL. 31. 
RAND MCNALLY & COMPANY, SKOKIE, IL: 
2,029,350, INT. CL. 16. 
RAPIDATA SYSTEMS, INC., DURHAM, CT: 
2,029,177, INT. CL. 9. 
RAPPORT, JEFF, NORTHRIDGE, CA, DBA KEY ITEM 
SALES: 
1,597,613, CANC. INT. CL. 26. 
RAWLPLUG COMPANY, INC., THE, NEW ROCHELLE, 
NY: 
2,028,476, PUB. 10-15-1996. INT. CL. 1. 
RE/MAX INTERNATIONAL, INC., ENGLEWOOD, CO: 
2,029,058, INT. CL. 36. 
2,029,059, INT. CL. 35. 
RECKITT & COLMAN INC., WAYNE, NJ: 
1,597,091, CANC. MULTIPLE CLASS, INT. CLS. 3 AND 
3 
1,597,125, CANC. INT. CL. 5. 
RED SUBMARINE RECORDS, LTD., CHICAGO, IL: 
2,029,038, PUB. 10-15-1996. INT. CL. 25. 
REDMOND PRODUCTS, INC., CHANHASSEN, MN: 
2,028,569, PUB. 10-15-1996. INT. CL. 3. 
REED AND BARTON CORPORATION, TAUNTON, MA: 
2,028,301, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 8, 14 AND 20. 
REED PUBLISHING (USA) INC., NEWTON, MA: 
1,597,966, CANC. INT. CL. 16. 
1,597,988, CANC. INT. CL. 35. 
REELCRAFT INDUSTRIES, INC., COLUMBIA CITY, IN: 
2,028,231, PUB. 10-15-1996. INT. CL. 6. 
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REGENT INTERNATIONAL, INC., CARY, IL: 
2,029,201, INT. CL. 11. 

REGIONS FINANCIAL CORPORATION, BIRMINGHAM, 
AL, FIRST ALABAMA BANCSHARES INC., MONT- 
GOMERY, AL: 

1,048,284. REN. 11-25-96. INT. CL. 36. 

RENERGY CONSULTANTS INTERNATIONAL, _INC., 
SAN PEDRO, CA: 

1,596,999, CANC. INT. CL. 1. 

RENTAL SERVICE CORPORATION, SCOTTSDALE, AZ 
FROM ACME ACQUISITION HOLDINGS CORP., 
SCOTTSDALE, AZ: 

2,028,379, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 

RENTRAK CORPORATION, PORTLAND, OR: 
2,028,847, PUB. 10-15-1996. INT. CL. 9. 

REPLA LIMITED, OAKVILLE, ONTARIO, CANADA: 
1,597,438, CANC. INT. CL. 19. 

REPOSITORY TECHNOLOGIES, INC., WOODRIDGE, IL: 
2,028,723, PUB. 10-15-1996. INT. CL. 9. 

RESCUE INDUSTRIES, INC., SAN DIEGO, CA, RESCUE 
ROOTER, SAN DIEGO, CA: 

1,053,076. REN. 11-27-96. INT. CL. 37. 

RESILIENCE CORPORATION, CUPERTINO, CA: 

2,029,292, INT. CL. 9. 

RESNICK, STEWART, STATEN ISLAND, NY: 

2,029,363, MULTIPLE CLASS, INT. CLS. 9 AND 41. 

RESOURCE MORTGAGE CAPITAL, INC., GLEN ALLEN, 
VA: 

2,028,654, PUB. 10-15-1996. INT. CL. 36. 

RESPONSE TECHNOLOGY, INC., BELLEVUE, WA: 

1,050,332. REN. 11-25-96. INT. CL. 42. 

REVLON CONSUMER PRODUCTS CORPORATION, NEW 

YORK, NY: 
2,029,284, INT. CL. 3. 
2,029,320, INT. CL. 3. 

REVLON, INC., NEW YORK, NY: 
1,597,094, CANC. INT. CL. 3. 
1,597,095, CANC. INT. CL. 3. 

REWCO, INC., MORRISTOWN, NJ: 
1,597,707, CANC. INT. CL. 30. 

REYNOLDS AND REYNOLDS COMPANY, THE, 
DAYTON, OH: 

2,028,170, PUB. 10-15-1996. INT. CL. 42. 
2,028,708, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 42. 

RHODES, WILLIAM A., PHOENIX, AZ, DBA THE DRIP- 
DISK COMPANY: 

1,597,322, CANC. INT. CL. 11. 

RICERCA S.R.L., 50132 FIRENZE, ITALY: 
2,028,082, PUB. 6-28-1994. INT. CL. 3. 

RIKI, DAVIS, CA: 

1,597,565, CANC. INT. CL. 25. 

RINE, LANCE, CARMEL VALLEY, CA: 

2,029,118, INT. CL. 42. 

RINGLING BROS.-BARNUM 
SHOWS, INC., VIENNA, VA: 

2,028,135, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 16, 21, 28 AND 41. 

2,028,136, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 16, 21, 28 AND 41. 

RIP BANG PICTURES, INC., SILVER SPRING, MD: 
2,029,276, INT. CL. 41. 

RIVER BEND VINEYARDS, LIMITED, NEW YORK, NY: 
1,597,753, CANC. INT. CL. 33. 

RMO, INC., DENVER, CO, ROCKY MOUNTAIN METAL 
PRODUCTS CO., DENVER, CO: 

638,511. REN. 11-27-96. U.S. CL. 44 (INT. CL. 5). 
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ROADMASTER INDUSTRIES, INC., OLNEY, IL: 
2,028,797, PUB. 10-15-1996. INT. CL. 20. 

ROBBINS-GIOIA, INC., ALEXANDRIA, VA: 
2,029,098, INT. CL. 9. 

ROBERT BOSCH CORPORATION, BROADVIEW, IL: 
2,029,187, INT. CL. 9. 

ROBERT HALF INCORPORATED, MENLO PARK, CA: 
1,597,920, CANC. INT. CL. 42. 

ROBERTS-HAMILTON COMPANY, GOLDEN VALLEY, 
MN: 

2,028,129, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 

ROBERTSHAW CONTROLS COMPANY, RICHMOND, VA: 

112,883. REN. 11-27-96. U.S. CL. 26 (INT. CL. 6). 
ROCKEFELLER GROUP, INC., NEW YORK, NY: 
2,029,112, INT. CL. 28. 

ROCKET SCIENCE, LTD., WINTER PARK, FL: 
2,028,158, PUB. 3-5-1996. INT. CL. 16. 
2,028,159, PUB. 3-5-1996. INT. CL. 25. 

ROEVER EDUCATIONAL ASSISTANCE PROGRAMS, 
INC., FORT WORTH, TX: 

2,028,148, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9 AND 41. 

ROHM AND HAAS COMPANY, PHILADELPHIA, PA, DI- 
AMOND SHAMROCK CORPORATION, CLEVELAND, 
OH: 

1,048,358. REN. 11-25-96. INT. CL. 1. 

ROLAND, KENNETH LEE, HOUSTON, TX, DBA CUR- 
RENT CUTS: 

1,597,905, CANC. INT. CL. 42. 

ROLF C. HAGAN (USA) CORP., MANSFIELD, MA, ME- 
TAFRAME CORPORATION, ELMWOOD PARK, NJ: 

1,044,868. REN. 11-25-96. INT. CL. 18. 
ROLLERBLADE, INC., MINNETONKA, MN: 
2,029,344, INT. CL. 28. 
ROMANO, CARMINE N., S. DARTMOUTH, MA: 
2,028,517, PUB. 10-15-1996. INT. CL. 29. 
RONICK, THEODORE M., NEW YORK, NY: 
2,029,235, INT. CL. 25. 
ROSE STUDIOS, INC., REDMOND, WA: 
2,028,776, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9, 16 AND 28. 
ROSSELLO, PAOLO, BOLOGNA, ITALY: 
1,597,549, CANC. INT. CL. 25. 

ROYAL GORGE COMPANY OF COLORADO, THE, 

CANON CITY, CO, DBA ROYAL GORGE BRIDGE Co.: 
1,541,932, CANC. INT. CL. 41. 
ROYAL LEPAGE REAL ESTATE SERVICES LTD., TO- 
RONTO, ONTARIO, CANADA: 
1,597,801, CANC. INT. CL. 36. 
RUBATEX CORPORATION, ROANOKE, VA: 
2,028,635, PUB. 10-15-1996. INT. CL. 17. 
RUDOLPH UND WOLFGANG HOUDEK G.M.B.H., 
STARNBERG, FED REP GERMANY: 
1,597,647, CANC. INT. CL. 29. 
RUSSELL, MARIA B., WASHINGTON, DC: 
2,028,438, PUB. 10-15-1996. INT. CL. 16. 
RYDER INTERNATIONAL CORPORATION, ARAB, AL: 
1,565,589, CANC. MULTIPLE CLASS, INT. CLS. 9, 12, 
37 AND 42. 
RYLAND GROUP, INC., THE, COLUMBIA, MD: 
1,597,800, CANC. MULTIPLE CLASS, INT. CLS. 36 
AND 37. 
RYSHER ENTERTAINMENT, INC., BURBANK, CA: 
2,028,244, PUB. 10-15-1996. INT. CL. 41. 

S & W MANUFACTURING COMPANY, INC., BENSEN- 
VILLE, IL: 

2,028,901, PUB. 10-15-1996. INT. CL. 7. 

S J G CORPORATION, DRIFTWOOD, TX: 

2,029,248, INT. CL. 42. 
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S. C. JOHNSON & SON, INC., RACINE, WI: 
1,597,074, CANC. INT. CL. 3. 
2,028,416, PUB. 10-15-1996. INT. CL. 3. 

S. E. LIEBERMAN, INC., PHILADELPHIA, PA: 
1,597,422, CANC. INT. CL. 17. 

S.K.L.A. COLLECTIONS, INC., ENCINO, CA: 
2,028,511, PUB. 6-18-1996. INT. CL. 25. 

S.R., INC., LOS ANGELES, CA: 
1,597,051, CANC. INT. CL. 3. 

SABAN ENTERTAINMENT, INC., BURBANK, CA: 
2,029,135, INT. CL. 9. 

SACKIN, ANDREW R., NEW YORK, NY: 
2,028,183, PUB. 10-15-1996. INT. CL. 41. 

SADKA, DEWEY, ATLANTA, GA: 
2,028,565, PUB. 10-15-1996. INT. CL. 42. 

SAEZ MERINO, S.A., VALENCIA, SPAIN: 
2,028,175, PUB. 10-15-1996. INT. CL. 25. 

SAFAHI, ALAN, IRVINE, CA: 
2,028,405, PUB. 10-15-1996. INT. CL. 9. 

SAFETY SOFTWARE INC., CHARLOTTESVILLE, VA: 
2,028,434, PUB. 10-15-1996. INT. CL. 9. 

SALEM CARPET MILLS, INC., WINSTON-SALEM, NC: 
1,597,619, CANC. INT. CL. 27. 

SAMARAS, MARY STENNING, CHULA VISTA, CA: 
1,597,267, CANC. INT. CL. 9. 

SAMFORD UNIVERSITY, BIRMINGHAM, AL: 
2,028,504, PUB. 10-15-1996. INT. CL. 41. 

SAN JOAQUIN HEALTHCARE, INC., FRESNO, CA: 
2,028,409, PUB. 10-15-1996. INT. CL. 42. 

SANDOZ LTD. (SANDOZ AG), CH-4002 BASLE, SWIT- 
ZERLAND, AGRICULTURAL SPECIALTIES (FIRM), 
DALLAS, TX: 

635,742. REN. 11-27-96. U.S. CL. 6 (INT. CL. 5). 

SANDOZ NUTRITION CORPORATION, MINNEAPOLIS, 
MN: 

1,597,633, CANC. MULTIPLE CLASS, INT. CLS. 29 
AND 30. 
SANWA BANK CALIFORNIA, LOS ANGELES, CA: 
2,028,616, PUB. 10-15-1996. INT. CL. 36. 

SARA LEE CORPORATION, WINSTON-SALEM, NC, 
NICHOLAS PROPRIETARY LIMITED, CHADSTONE, 
VICTORIA, AUSTRALIA: 

1,034,597. REN. 11-27-96. INT. CL. 3. 
SARA LEE CORPORATION, WINSTON-SALEM, NC: 
1,597,709, CANC. INT. CL. 30. 
2,029,099, INT. CL. 25. 
SARAMAR CORPORATION, DOVER, DE: 
1,597,520, CANC. INT. CL. 25. 
1,597,523, CANC. INT. CL. 25. 
1,597,581, CANC. INT. CL. 25. 
1,597,656, CANC. MULTIPLE CLASS, INT. CLS. 29 
AND 30. 
SAUNDERS, HARRY DUSTON, DANVILLE, CA: 
2,028,699, PUB. 10-15-1996. INT. CL. 41. 
SAUNDERS, WILLIAM E., ROCHESTER, NY, DBA 
SOLAR METALSMITHS, CoO.: : 
2,029,029, PUB. 10-15-1996. INT. CL. 14. 
SAVE & PROSPER GROUP LTD., LONDON, ENGLAND: 
1,597,796, CANC. INT. CL. 36. 

SAVOUR CLUB SELECTION (SOCIETE ANONYMEB), 

69220 LANCIE EN BEAUJOLAIS, FRANCE: 
2,028,195, PUB. 3-19-1996. INT. CL. 33. 

SAYAGYI U BA KHIN MEMORIAL TRUST OF MASSA- 
CHUSETTS, INC., SHELBURNE FALLS, MA: 

2,028,571, PUB. 10-15-1996. INT. CL. 41. 

SCALAMANDRE SILKS, INC., LONG ISLAND CITY, NY: 

1,611,755, COR. INT. CL. 24. 
1,616,294, COR. INT. CL. 24. 
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1,619,977, COR. INT. CL. 24. 
SCHACHTER-FEIN DESIGNS, LTD., AKRON, OH: 
2,028,703, PUB. 10-15-1996. INT. CL. 14. 
SCHATTNER, ROBERT I, ROCKVILLE, MD, DBA THE 
R. SCHATTNER COMPANY: 
2,028,440, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 3 AND 5. 
SCHENCK, GLEN ROBERT, FORT LAUDERDALE, FL: 
1,597,453, CANC. INT. CL. 20. e 
SCHMALZ’S EUROPEAN PROVISIONS, INC., ELIZA- 
BETH, NJ: 
2,028,548, PUB. 10-15-1996. INT. CL. 29. 
SCHOLASTIC INC., NEW YORK, NY: 
2,028,752, PUB. 10-15-1996. INT. CL. 9. 
SCHWABISCHE HUTTENWERKE GMBH, AALEN-WAS- 
SERALFINGEN, FED REP GERMANY: 
1,597,442, CANC. INT. CL. 19. 
SCHWAN’S SALES ENTERPRISES, INC., MARSHALL, 
MN: 
1,597,668, CANC. INT. CL. 30. 
SCHWARTZ, STEFANIE, NEWTON, MA, DBA DR. 
COOKIE: 
2,028,677, PUB. 10-15-1996. INT. CL. 42. 
SCIENTIFIC APPLIED RESEARCH (SAR) PLC, HARROW, 
MIDDLESEX, ENGLAND: 
1,597,217, CANC. INT. CL. 9. 
SCLATER KIMBALL ARCHITECTS, P.C., SEATTLE, WA: 
2,028,717, PUB. 10-15-1996. INT. CL. 42. 
SCOTIA HOLDINGS PLC, GUILDFORD, SURREY GUI 
1BA, ENGLAND: 
2,028,080, PUB. 10-25-1994. MULTIPLE CLASS, INT. 
CLS. 5 AND 29. 
SCOTT, JAMES HAROLD, JR., CHARLOTTE, NC, DBA 
JIMART: 
1,597,358, CANC. MULTIPLE CLASS, INT. CLS. 14 
AND 20. 
SCOTTSDALE CULINARY INSTITUTE, INC., SCOTTS- 
DALE, AZ: 
2,028,589, PUB. 10-15-1996. INT. CL. 41. 
SCRIPPS HOWARD, INC., CINCINNATI, OH: 
2,028,197, PUB. 5-7-1996. INT. CL. 38. 
SEARS OIL CO., INC., ROME, NY: 
1,597,103, CANC. INT. CL. 4. 
SEASON TICKET COLLECTIBLES, INC., WINSTON- 
SALEM, NC: 
2,028,959, PUB. 10-15-1996. INT. CL. 28. 
SEATTLE PACIFIC INDUSTRIES, INC., SEATTLE, WA, 
ENGLISHTOWN SPORTSWEAR LTD., NEW YORK, NY: 
1,048,172. REN. 11-25-96. INT. CL. 25. 
SECURITY COMMAND CENTER INC., THE, FAIRFIELD, 
NJ: 
1,597,766, CANC. INT. CL. 35. 
SECURITY COMMAND CENTER, INC., THE, FAIR- 
FIELD, NJ: 
1,546,682, CANC. INT. CL. 35. 
SEEGER INC., SOMERSET, NJ, WALDES KOHINOOR, 
INC., LONG ISLAND CITY, NY: 
1,026,539. REN. 11-27-96. INT. CL. 6. 
SEGAL, TILLMAN L., IRVINE, CA: 
2,029,075, INT. CL. 25. 
SEIDMAN & CO., INC., NEW YORK, NY: 
2,028,177, PUB. 10-15-1996. INT. CL. 16. 
SEITMAN ENTERPRISES, INC., HONOLULU, HI: 
2,029, 146, INT. CL. 42. 
SELECT BEVERAGES, INC., DARIEN, IL: 
2,029,357, MULTIPLE CLASS, INT. CLS. 35, 40 AND 42. 
SELECTA FARMS, INC., MIAMI, FL: 
2,028,645, PUB. 10-15-1996. INT. CL. 31. 
SELF-INSURANCE RESOURCE, INC., DALLAS, TX: 
1,597,809, CANC. INT. CL. 36. 
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SELTZER, LEON, ROCKVILLE, MD: 

2,028,442, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 25 AND 42. 

SEMICONDUSTOR LASER INTERNATIONAL CORP., 
VESTAL, NY: 

2,028,757, PUB. 10-15-1996. INT. CL. 9. 

SERVICE FILTRATION CORPORATION, NORTHBROOK, 
IL: 

1,050,494. REN. 11-27-96. INT. CL. 7. 

SEVENTH HEAVEN CLUB, INC., DETROIT, MI: 

2,028,498, PUB. 10-15-1996. INT. CL. 39. 
SEVONE SOFTWARE INCORPORATED, AUSTIN, TX: 
2,028,923, PUB. 10-15-1996. INT. CL. 9. 
SEYMOUR OF SYCAMORE INC., SYCAMORE, IL: 
2,029,353, MULTIPLE CLASS, INT. CLS. 1, 2 AND 3. 
SHAKER ADVERTISING AGENCY, INC., OAK PARK, IL: 
2,028,809, PUB. 10-15-1996. INT. CL. 35. 
SHANNON, BETHANN, LENOX, MA: 
2,029,039, PUB. 10-15-1996. INT. CL. 28. 
SHAPE INC., BIDDEFORD, ME: 
2,029,148, INT. CL. 9. 
SHARE TV, INC., MCKEAN, PA: 
2,029,080, INT. CL. 41. 

SHAUN PALMER LTD., BILTEN, SWITZERLAND FROM 
ALLACTION SPORTING LTD., CH-6340 BAAR, SWIT- 
ZERLAND: 

2,029,356, MULTIPLE CLASS, INT. CLS. 14, 25 AND 28. 

SHEFFIELD FINANCIAL CORP., CLEMMONS, NC: 

2,029,231, INT. CL. 36. 
SHERMAN HOLDINGS, INC., TAMPA, FL: 
2,028,229, PUB. 2-6-1996. INT. CL. 42. 
SHERON, BOB M., ATLANTA, GA: 
2,028,657, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 3, 18, 24 AND 25. 

SHERWOOD MEDICAL COMPANY, ST. LOUIS, MO: 
2,029,249, INT. CL. 10. 

SHEWARD & SON & SONS, NEWPORT BEACH, CA: 
2,029,175, INT. CL. 20. 

SHILEY INCORPORATED, IRVINE, CA: 
1,597,309, CANC. INT. CL. 10. 

SHIN-SEKAI KOGYO CO., LTD., SHINJUKU-KU, TOKYO, 

JAPAN: 

2,029,063, INT. CL. 30. 

SHINN INVESTMENT COMPANY, WILMINGTON, DE: 
2,028,331, PUB. 10-15-1996. INT. CL. 42. 

SHIPLEY COMPANY, L.L.C., MARLBOROUGH, MA: 
2,028,947, PUB. 10-15-1996. INT. CL. 1. 

SHISEIDO CO., LTD., TOKYO, JAPAN: 
1,597,068, CANC. INT. CL. 3. 
1,597,069, CANC. INT. CL. 3. 
1,597,070, CANC. INT. CL. 3. 
1,597,071, CANC. INT. CL. 3. 
1,597,072, CANC. INT. CL. 3. 

SHIVANI GEMS, INC., NEW YORK, NY: 
2,029,299, INT. CL. 14. 

SHOE WORKS, INC., THE, COLUMBUS, OH: 
1,597,542, CANC. INT. CL. 25. 

SHONEY’S, INC., NASHVILLE, TN, SHONEY’S BIG BOY 

ENTERPRISES, INC., NASHVILLE, TN: 
1,059,669. REN. 11-25-96. INT. CL. 42. 
SHOOTER PARIS INC., JAMAICA, NY: 
2,028,096, PUB. 10-15-1996. INT. CL. 25. 
SHULMAN, JASON, MILLINGTON, NJ: 
2,028,471, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 41 AND 42. 
SHY MOON PRODUCTIONS, LTD., BEVERLY HILLS, CA: 
2,029,211, INT. CL. 41. 
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SIEMENS MEDICAL SYSTEMS, INC., ISELIN, NJ: 
2,029,141, INT. CL. 10. 
SIEWA AUDIO B.V., 4261 GA WIJK EN AALBURG, 
NETHERLANDS: 
2,028,815, PUB. 10-15-1996. INT. CL. 9. 
SIFTEX EQUIPMENT CO., SOUTH WINDSOR, CT: 
2,028,891, PUB. 10-15-1996. INT. CL. 17. 
SIGNIFICANT SERVICES UNLIMITED, INC., ALLEN- 
TOWN, PA: 

2,029,262, INT. CL. 36. 

SIGS PUBLICATIONS, INC., NEW YORK, NY: 
2,028,722, PUB. 10-15-1996. INT. CL. 42. 

SILTECH INC., NORCROSS, GA: 
2,029,000, PUB. 10-15-1996. INT. CL. 1. 
2,029,001, PUB. 10-15-1996. INT. CL. 1. 

SILVERDALES, BANDERA, TX: 
2,029,301, INT. CL. 5. 

SIMMONS COMPANY, ATLANTA, GA: 
2,028,820, PUB. 10-15-1996. INT. CL. 20. 

SIMON, DAVID, SAN ANTONIO, TX, DBA DGSL PUB- 

LISHING: 
2,028,795, PUB. 10-15-1996. INT. CL. 16. 
SINDI ACCESSORIES, INC., HEWLETT, NY: 
1,597,612, CANC. INT. CL. 26. 
SIRIUS ENTERTAINMENT, INC., STANHOPE, NJ: 
2,028,526, PUB. 10-15-1996. INT. CL. 16. 
SIRLOIN STOCKADE INTERNATIONAL, INC., HUTCH- 
INSON, KS: 
2,028,705, PUB. 10-15-1996. INT. CL. 42. 
SIX FLAGS THEME PARKS INC., PARSIPPANY, NJ: 
2,029,036, PUB. 10-15-1996. INT. CL. 25. 
2,029,037, PUB. 10-15-1996. INT. CL. 25. 
SKECHERS U.S.A., INC., MANHATTAN BEACH, CA: 
2,029,327, INT. CL. 25. 
SKYBOY PRODUCTIONS, INC., CHICAGO, IL: 
2,028,979, PUB. 10-15-1996. INT. CL. 42. 
SLICKBAR PRODUCTS CORPORATION, SEYMOUR, CT: 
2,028,750, PUB. 10-15-1996. INT. CL. 19. 
SLUMBER SAFE, INC., TONAWANDA, NY: 
2,028,641, PUB. 10-15-1996. INT. CL. 20. 
SLY, WARREN F., BELLEVUE, WA: 
2,028,755, PUB. 10-15-1996. INT. CL. 41. 
SMALL BUSINESS TECHNOLOGY INCORPORATED, 
SAN RAFAEL, CA: 
2,028,823, PUB. 10-15-1996. INT. CL. 9. 
SMALLEY STEEL RING COMPANY, WHEELING, IL: 
1,597,954, CANC. INT. CL. 7. 
SMART VALLEY, INC., SANTA CLARA, CA: 
2,028,863, PUB. 10-15-1996. INT. CL. 42. 

SMITH-COOPER INTERNATIONAL, _INC., 
BELLO, CA: 

2,028,625, PUB. 10-15-1996. INT. CL. 6. 

SMITH, CELESTE LOUISE, SUNNYVALE, CA, DBA RX: 
HUNGER: 

2,028,180, PUB. 10-15-1996. INT. CL. 42. 

SMITH, JUDY, MIDDLEBURG, VA: 

2,029,310, INT. CL. 18. 

SMITHKLINE BEECHAM CORPORATION, PHILADEL- 
PHIA, PA: 

2,028,228, PUB. 12-5-1995. INT. CL. 5. 

SMITSVONK HOLLAND B.V., 2718 RV ZOETERMEER, 
NETHERLANDS, SMITSVONK N. V., LEIDSCHEN- 
DAM, NETHERLANDS: 

614,284. REN. 11-27-96. U.S. CL. 21 (INT. CLS. 9 AND 
11). 
SMJ GROUP, INC., NEW YORK, NY: 
2,028,443, PUB. 10-15-1996. INT. CL. 42. 
SMYTH & HELWYS PUBLISHING, INC., MACON, GA: 
2,028,374, PUB. 10-15-1996. INT. CL. 41. 
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SNAP-ON TOOLS COMPANY, KENOSHA, WI, NORTRON 
CORPORATION, SUNNYVALE, CA: 
1,035,697. REN. 11-26-96. INT. CL. 9. 
SNC MANUFACTURING CO., INC., OSHKOSH, WI: 
2,028,789, PUB. 10-15-1996. INT. CL. 9. 


SNIDER, F. DAVID, BOULDER, CO: 
2,029,062, INT. CL. 9. 


SNOWMAN ENTERPRISES LTD., LONDON, ENGLAND: 
2,028,505, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 21 AND 28. 

SOCIETE D’HYGIENE DERMATOLOGIQUE DE VICHY, 

VICHY (ALLIER), FRANCE: 
1,597,044, CANC. INT. CL. 3. 

SOCIETE DES PRODUITS NESTLE S.A., VEVEY, SWIT- 
ZERLAND: 

1,597,141, CANC. INT. CL. 5. 

SOCIETE MARIA GALLAND, 75003 PARIS, FRANCE, CO- 
LETTE JACQUELINE PIERRET NEE PIERRET, PARIS, 
FRANCE, DBA MARIA GALLAND: 

1,006,661. REN. 11-27-96. U.S. CL. 51 (INT. CL. 3). 

SOCIETE TELEVISION FRANCAISE, 75007 PARIS, 
FRANCE: 

2,028,217, PUB. 10-15-1996. INT. CL. 26. 


SOFTPRESS SYSTEMS LIMITED, OXON OX8 8LN, ENG- 
LAND: 
2,028,687, PUB. 10-15-1996. INT. CL. 9. 
SOFTWARE ENGINEERING GMBH, 8000 MUNICH 50, 
FED REP GERMANY: 
2,029,069, INT. CL. 42. 


SOLANA TECHNOLOGY DEVELOPMENT CORP., CAR- 
DIFF, CA: 
2,029,300, INT. CL. 9. 


SOLAR COSMETIC LABS, INC., MIAMI, FL: 
2,028,512, PUB. 10-15-1996. INT. CL. 3. 


SOLID CONCEPTS, INC., VALENCIA, CA: 
2,029,227, INT. CL. 9. 
SONY KABUSHIKI KAISHA, TOKYO, JAPAN, TA SONY 
CORPORATION: 
2,029,377, INT. CL. 9. 
SOUTH OF THE BORDER BRANDS, INC., MINNEAPO- 
LIS, MN: 
1,597,692, CANC. INT. CL. 30. 
SOUTHAM INC., DON MILLS, ONTARIO, CANADA: 
2,028,890, PUB. 10-15-1996. INT. CL. 9. 
SOUTHEAST VENTURERS, ENGLEWOOD, CO: 
1,049,219. REN. 11-27-96. MULTIPLE CLASS, INT. CLS. 
41 AND 42. 
SOUTHERN NEW ENGLAND TELEPHONE COMPANY, 
THE, NEW HAVEN, CT: 
2,029,119, INT. CL. 38. 
SOUTHERN SAW SERVICE, INC., ATLANTA, GA: 
1,597,211, CANC. INT. CL. 8. 
1,597,955, CANC. INT. CL. 7. 
SOUTHWEST AIRLINES CO., DALLAS, TX: 
2,028,640, PUB. 10-15-1996. INT. CL. 39. 
SOUTHWEST MISSISSIPPI REGIONAL MEDICAL 
CENTER, MCCOMB, MS: 
2,029,273, INT. CL. 42. 
SOUTHWESTERN BELL YELLOW PAGES, INC., ST. 
LOUIS, MO: 
2,028,628, PUB. 10-15-1996. INT. CL. 35. 
2,028,629, PUB. 10-15-1996. INT. CL. 35. 
2,028,630, PUB. 10-15-1996. INT. CL. 35. 
2,028,631, PUB. 10-15-1996. INT. CL. 35. 
SOUTHWIRE COMPANY, CARROLLTON, GA: 
2,028,694, PUB. 10-15-1996. INT. CL. 9. 
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SPAN-AMERICA MEDICAL SYSTEMS, INC., GREEN- 
VILLE, SC: 
2,029,267, INT. CL. 10. 
SPARTON CORPORATION, JACKSON, MI: 
1,597,348, CANC. INT. CL. 12. 

SPECIALTY HOUSE OF CREATION INTERNATIONAL, 
INC., ELMER, NJ: 

2,029,070, MULTIPLE CLASS, INT. CLS. 6 AND 18. 

SPECTRUM GLASS PRODUCTS, INC., CLINTON, NC: 

1,597,436, CANC. INT. CL. 19. 
SPIDY GEAR INTERNATIONAL, INC., WOODINVILLE, 
WA: 

1,597,491, CANC. INT. CL. 22. 

SPINNER SIGN, INC., NIAGARA FALLS, NY: 
1,597,277, CANC. INT. CL. 9. 

SPINOZA LIMITED, WEST LOS ANGELES, CA: 
2,029,190, INT. CL. 9. 

SPIRIT WORLD PRODUCTIONS, SANTE FE, NM: 
2,028,491, PUB. 10-15-1996. INT. CL. 41. 

SPORT-FLEX, INC., BOSSIER CITY, LA: 
2,028,271, PUB. 10-15-1996. INT. CL. 28. 

SPORTING THOUGHTS LLC, LEAWOOD, KS: 
2,028,915, PUB. 10-15-1996. INT. CL. 16. 

SPRECKELS SUGAR COMPANY, INC., PLEASANTON, 
CA: 

1,597,682, CANC. INT. CL. 30. 
SPROULL, HOWARD E. III, CHICAGO, IL: 
2,028,077, PUB. 2-8-1994. INT. CL. 16. 

SQUARE D COMPANY, PALATINE, IL: 

1,052,328. REN. 11-27-96. INT. CL. 9. 
2,028,192, PUB. 10-15-1996. INT. CL. 9. 

ST & T INSTRUMENT CORP., YUNG-KANG INDUSTRI- 

AL PARK, TAINAN, 710, TAIWAN: 
2,028,834, PUB. 10-15-1996. INT. CL. 9. 

ST & T INSTRUMENT CORP., TAINAN, 710 TAIWAN, 
TAIWAN: 

2,028,836, PUB. 10-15-1996. INT. CL. 9. 

STANHOME INC., WESTFIELD, HAMPDEN COUNTY, 
MA, STANLEY HOME PRODUCTS, INC., WESTFIELD, 
MA: 

636,462. REN. 11-27-96. U.S. CL. 29 (INT. CL. 21). 
STAR EXPANSION COMPANY, MOUNTAINVILLE, NY: 
1,572,878, CANC. MULTIPLE CLASS, INT. CLS. 6 AND 
20. 

STARBUCKS CORPORATION, SEATTLE, WA, DBA 
STARBUCKS COFFEE COMPANY: 

r 2,028,943, PUB. 10-15-1996. INT. CL. 25. 

STATEN, KEVIN B., ANCHORAGE, AK: 

1,565,532, CANC. INT. CL. 8. 

STAYWELL HEALTH MANAGEMENT SYSTEMS INCOR- 
PORATED, EAGAN, MN: 

2,028,094, PUB. 9-6-1994. INT. CL. 9. 

STERLING SOFTWARE, INC., DALLAS, TX: 

2,028,447, PUB. 7-2-1996. INT. CL. 9. 
2,028,448, PUB. 6-25-1996. INT. CL. 9. 
2,029,215, INT. CL. 9. 
STEVEN MANAGEMENT CO., INC., DEERFIELD, IL: 
1,052,181. REN. 11-27-96. INT. CL. 42. 
STOKELY-VAN CAMP, INC., CHICAGO, IL: 
1,597,739, CANC. INT. CL. 32. 
STOUFFER CORPORATION, THE, SOLON, OH: 
1,597,659, CANC. INT. CL. 29. 
1,597,697, CANC. INT. CL. 30. 

STRAIGHT ARROW PUBLISHERS COMPANY, L.P., NEW 
YORK, NY: 

2,028,322, PUB. 10-15-1996. INT. CL. 42. 

STRATOS PIZZERIA (1992) INC., PROVINCE OF 
QUEBEC, CANADA: 

2,029,065, INT. CL. 42. 
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STRICKLAND INSURANCE GROUP, INC., GOLDSBORO, 
NC: 


2,028,285, PUB. 10-15-1996. INT. CL. 36. 
STUART HALL COMPANY, INC., KANSAS CITY, MO: 
2,028,990, PUB. 10-15-1996. INT. CL. 16. 
STUCKEY DIAMONDS, INC., HOUSTON, TX: 
1,597,380, CANC. INT. CL. 14. 
SUGO MUSIC AND DESIGN, INC., OAKLAND, CA, DBA 
SUGO MUSIC: 
2,028,371, PUB. 10-15-1996. INT. CL. 9. 
SULCER, GAYLA, LOS ANGELES, CA, DBA MISS 
OUTTA CONTROL: 
1,597,868, CANC. INT. CL. 41. 
SUMMAGRAPHICS CORPORATION, AUSTIN, TX: 
2,028,187, PUB. 10-15-1996. INT. CL. 9. 
2,028,401, PUB. 10-15-1996. INT. CL. 9. 


SUMNER COMMUNICATIONS, FAIRFAX, VA: 
2,028,876, PUB. 10-15-1996. INT. CL. 16. 
SUMNER GROUP, INC., THE, ATLANTA, GA: 
2,029,389, INT. CL. 42. 
SUMTER CABINET COMPANY, INC., SUMTER, SC: 
2,029,345, INT. CL. 20. 
SUN COAST HOLDINGS, INC., HENDERSON, NV: 
2,028,445, PUB. 10-15-1996. INT. CL. 1. i 
SUN WORLD INTERNATIONAL, INC., BAKERSFIELD, 
CA: 
1,597,729, CANC. INT. CL. 31. 
SUN YORKOS ENTERPRISE CO., 
TAIWAN: 
1,597,545, CANC. INT. CL. 25. 
SUNBEAM PRODUCTS, INC., FORT LAUDERDALE, FL, 
OSTER CORPORATION, MILWAUKEE, WI: 
1,024,354. REN. 11-27-96. U.S. CL. 2 (INT. CL. 20). 
SUNDISK CORPORATION, SANTA CLARA, CA: 
2,029,317, INT. CL. 9. 
2,029,318, INT. CL. 9. 
SUNKIST GROWERS, INC., SHERMAN OAKS, CA: 
1,597,663, CANC. INT. CL. 29. 
SUPERIOR AIR PARTS, INC., DALLAS, TX: 
2,028,983, PUB. 10-15-1996. INT. CL. 7. 
SUPRACOR SYSTEMS, INC., SUNNYVALE, CA: 
2,028,822, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 12 AND 20. 


SURPLUS SOFTWARE, HOOD RIVER, OR: 
2,028,219, PUB. 10-15-1996. INT. CL. 42. 

SWC DEVELOPMENT CORP., ENGLEWOOD, NJ: 
2,628,637, PUB. 10-15-1996. INT. CL. 42. 

SWIMC, INC., WILMINGTON, DE, SHERWIN-WILLIAMS 
COMPANY, THE, CLEVELAND, OH: 

634,747. REN. 11-27-96. U.S. CL. 16 (INT. CL. 2). 

SWISS CHALET DEVELOPMENT CORPORATION, TO- 
RONTO, ONTARIO, MS5S_ 1T8, CANADA, SWISS 
CHALET BAR-B-Q, INC., BUFFALO, NY: 

1,053,109. REN. 11-27-96. INT. CL. 42. 

SYMMETRY CORPORATION, SAN RAFAEL, CA: 
2,028,851, PUB. 10-15-1996. INT. CL. 42. 

SYMPHONY OF SPORTS, INC., SAN FRANCISCO, CA: 
1,597,863, CANC. INT. CL. 41. 

SYSTEMS AFFILIATES, LTD., CHICAGO, IL: 
2,029,138, INT. CL. 25. 

SYSTEMS DEVELOPMENT CORPORATION, CHICAGO, 

IL: 
1,597,285, CANC. INT. CL. 9. 
T. BOSCH INCORPORATED, BOULDER, CO: 
2,028,604, PUB. 10-15-1996. INT. CL. 25. 
T.C.D. TAVERN INC., NEW YORK, NY: 
2,028,909, PUB. 10-15-1996. INT. CL. 42. 
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TABLE TOYS, INC., HOUSTON, TX: 
2,028,230, PUB. 10-15-1996. INT. CL. 20. 
TABULA INTERACTIVE, INC., MENLO PARK, CA: 
2,028,670, PUB. 10-15-1996. INT. CL. 36. 
TACKLE MARKETING, INC., DULUTH, MN TO OXBORO 
OUTDOORS, INC., HAM LAKE, MN: 
1,639,868, AM. INT. CL. 28. 
TADIRAN ELECTRONIC INDUSTRIES, INC., CLEARWA- 
TER, FL: 
1,898,434, COR. INT. CL. 38. 
TALES FROM THE CRYPT HOLDINGS, BEVERLY 
HILLS, CA: 
2,029,052, PUB. 10-15-1996. INT. CL. 41. 
2,029,053, PUB. 10-15-1996. INT. CL. 16. 
TAMIKO, INC., VAN NUYS, CA: 
1,597,083, CANC. INT. CL. 3. 
TAMRAC, INC., CHATSWORTH, CA: 
2,029,144, MULTIPLE CLASS, INT. CLS. 9 AND 18. 
TANDEM FEDERAL CREDIT UNION, INC., WARREN, 
MI: 
2,028,956, PUB. 10-15-1996. INT. CL. 36. 
TANDY CORPORATION, FORT WORTH, TX: 
2,028,421, PUB. 10-15-1996. INT. CL. 9. 
TAP PUBLISHING CO., CROSSVILLE, TN: 
1,603,729, AM. INT. CL. 16. 
TAPCO INTERNATIONAL CORPORATION, PLYMOUTH, 
MI: 
2,029,197, INT. CL. 20. 
TASC DRIVES LIMITED, LOWESTOFT, SUFFOLK, ENG- 
LAND: 
1,597,179, CANC. MULTIPLE CLASS, INT. CLS. 7 AND 
9. 
TATE ACCESS FLOORS LEASING, INC., JESSUP, MD: 
2,028,898, PUB. 10-15-1996. INT. CL. 9. 
TAYLOR MADE GOLF COMPANY, INC., CARLSBAD, 
CA: 
2,028,073, PUB. 5-30-1995. INT. CL. 28. 
TAYLOR OIL COMPANY, INC., JACKSON, MS, AKA 
TAYLOR MAID SPECIALTY FOODS: 
1,597,983, CANC. INT. CL. 30. 
TAYLOR, RONALD D., ST. AUGUSTINE, FL: 
2,028,544, PUB. 10-15-1996. INT. CL. 25. 
TECH CORPS, SUDBURY, MA: 
2,028,778, PUB. 10-15-1996. INT. CL. 42. 
TECHNICAL KNOCKOUT, INC., BOCA RATON, FL: 
2,029,087, INT. CL. 28. 
TECHNICS IN MANAGEMENT TRANSFER, 
TOKYO 102, JAPAN: 
2,028,083, PUB. 10-15-1996. INT. CL. 16. 
TEL-A-PARTMENT, INC., BLOOMINGTON, MN: 
1,597,787, CANC. INT. CL. 35. 
TELCO INTERNATIONAL LIMITED, WATERGARDENS 
4, GIBRALTAR: 
2,028,582, PUB. 10-15-1996. INT. CL. 9. 
TELE-COMMUNICATIONS, INC., ENGLEWOOD, CO: 
2,028,122, PUB. 10-15-1996. INT. CL. 38. 
TELECOM FINLAND OY, FIN-00511 HELSINKI, FIN- 
LAND: 
2,028,140, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 38. 
TELEDIAL DEVICES, INC., FARMINGDALE, NY: 
1,597,261, CANC. INT. CL. 9. 
TELERIDE/SAGE LIMITED, TORONTO, ONTARIO, 
CANADA: 
1,617,391, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
39. 
TELESCAN SYSTEMS, INC., BURLINGAME, CA: 
2,028,521, PUB. 10-15-1996. INT. CL. 28. 
TELXON CORPORATION, AKRON, OH: 
2,029,217, INT. CL. 9. 
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TEMPER OF THE TIMES COMMUNICATIONS, INC., MA- 
MARONECK, NY: 

2,029,056, PUB. 10-15-1996. INT. CL. 36. 

TEMPO PRODUCTS COMPANY, SOLON, OH, TEMPO 
PRODUCTS CO., CLEVELAND, OH: 

621,666. REN. 11-25-96. U.S. CL. 16 (INT. CL. 2). 

TEMPO RESEARCH CORPORATION, VISTA, CA: 

2,029,203, INT. CL. 9. 

TEMPO RESOURCES, INC., LIBERTYVILLE, IL: 

2,028,507, PUB. 10-15-1996. INT. CL. 35. 

TENHUNDFELD, BEN, FAIRHOPE, AL: 

2,028,696, PUB. 10-15-1996. INT. CL. 41. 

TENNESSEE VALLEY LIMESTONE, INC., NASHVILLE, 
TN: 

2,028,911, PUB. 10-15-1996. INT. CL. 19. 

TERALD WILSON, INC., SOUTH BURLINGTON, 
DBA CARTS VERMONT: 

2,028,496, PUB. 10-15-1996. INT. CL. 12. 

TERRY CASHMAN AND BARBARA KURNIT PARTNER- 
SHIP, THE, ENGLEWOOD, NJ, DBA METROSTAR 
RECORDS AND DBA METROSTAR MUSIC: 

2,028,910, PUB. 10-15-1996. INT. CL. 9. 
2,028,942, PUB. 10-15-1996. INT. CL. 9. 
TETRA HEIMTIERBEDARF GMBH, 100 BERLIN 10, FED 
REP GERMANY: 
2,028,267, PUB. 10-15-1996. INT. CL. 11. 
TEXAS PROFESSIONAL BASEBALL, INC., ABILENE, TX: 
2,029,096, INT. CL. 25. 

TEXAS TALENT MUSICIANS ASSOCIATION, SAN AN- 
TONIO, TX: 

2,028,556, PUB. 10-15-1996. INT. CL. 41. 
2,028,557, PUB. 10-15-1996. INT. CL. 41. 

TEXASWEET CITRUS ADVERTISING, INC., MCALLEN, 
TX: 

1,597,728, CANC. INT. CL. 31. 

TFI INTERNATIONAL, INC., COMMERCE CITY, CO: 

1,597,830, CANC. INT. CL. 37. 

THERMOSELECT AKTIENGESELLSCHAFT, 
VADUZ, LIECHTENSTEIN: 

2,028,534, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 37 AND 40. 
THERMOTEKNIX SYSTEMS LIMITED, CAMBRIDGE, 
ENGLAND: 
1,597,216, CANC. INT. CL. 9. 
THIRD PLANET PUBLISHING, INC., DALLAS, TX: 
2,029,230, INT. CL. 9. 

THOMAS G. BARTH, DOVER, NJ, TA TOM BARTH’S 
MUSIC BOX: 

2,028,354, PUB. 10-15-1996. INT. CL. 15. 

THOMAS INDUSTRIES, INC., LOUISVILLE, KY, DAY- 
BRITE LIGHTING, INC., ST. LOUIS, MO: 

621,723. REN. 11-27-96. U.S. CL. 21 (INT. CL. 11). 

THOMAS STAFFING SERVICES, INC., IRVINE, CA: 

2,028,456, PUB. 10-15-1996. INT. CL. 35. 
2,028,458, PUB. 10-15-1996. INT. CL. 35. 

THOMPSON MEDICAL COMPANY, INC., NEW YORK, 
NY: 

1,597,129, CANC. INT. CL. 5. 

THOMPSON, FRED, CONOGA PARK, CA: 

2,028,962, PUB. 10-15-1996. INT. CL. 28. 

THORPE, JAMES D., EDMOND, OK: 

2,028,433, PUB. 10-15-1996. INT. CL. 25. 

THUMP RECORDS, INC., WALNUT, CA: 

2,028,450, PUB. 10-15-1996. INT. CL. 9. 
TIARA INTERNATIONAL, INC., NEW YORK, NY: 
2,029,041, PUB. 10-15-1996. INT. CL. 25. 

TIGER WHEELS HOLDING LIMITED, CITY WEST 

TOWNSHIP, JOHANNESBURG, SOUTH AFRICA: 
2,028,528, PUB. 10-15-1996. INT. CL. 12. 
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TIME INC., NEW YORK, NY: 
2,029,386, INT. CL. 16. 
TIME INC. VENTURES, LOS ANGELES, CA: 
2,029,184, INT. CL. 42. 
TIME PICAYUNE PUBLISHING CO., THE, NEW ORLE- 
ANS, LA: 
2,028,437, PUB. 10-15-1996. INT. CL. 38. 

TIMES MIRROR MAGAZINES, INC., NEW YORK, NY: 
2,029,210, INT. CL. 16. 

TIMESAVERS, INC., MINNEAPOLIS, MN: 

2,028,643, PUB. 10-15-1996. INT. CL. 7. 
TIRE DISCOUNTERS, INC., CINCINNATI, OH: 
2,028,346, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 37 AND 42. 
TNT CANADA _éiINC., 
CANADA: 
2,028,075, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35 AND 39. 
TODD CANNADY JOINT VENTURE, THE, RALEIGH, 
NC: 
2,028,207, PUB. 10-15-1996. INT. CL. 41. 
TOMSEN, CLARENCE, SAN ANTONIO, TX, DBA 
TOMSEN ENGINEERING: 
2,028,201, PUB. 10-15-1996. INT. CL. 9. 
TONKA CORPORATION, PAWTUCKET, RI: 
2,029,170, INT. CL. 28. 

TORAYA CONFECTIONERY LTD., TOKYO 107, JAPAN: 
1,888,679, COR. INT. CL. 30. 
1,901,337, COR. INT. CL. 42. 
1,906,816, COR. INT. CL. 42. 

TOTAKU INDUSTRIES, INC., 

OSAKA, JAPAN: 
1,597,417, CANC. INT. CL. 17. 

TOUR ALASKA, INC., SEATTLE, WA: 

1,597,847, CANC. INT. CL. 39. 
TOWLEN, TODD W., WINCHESTER, VA, DBA ANONY- 
MOUS ATTITUDES: 
1,597,151, CANC. MULTIPLE CLASS, INT. CLS. 6, 14, 
20, 21 AND 25. 
TOY TRUCK LINES, INC., FT. PIERCE, FL: 
2,029,315, INT. CL. 28. 
TRAC MEDICAL, INC., RALEIGH, NC: 
2,029,233, INT. CL. 10. 
TRANSERYV, INC., DALLAS, TX: 
1,597,841, CANC. INT. CL. 39. 
TRAVELERS INSURANCE COMPANY, THE, HART- 
FORD, CT: 
2,029,129, INT. CL. 36. 
TREFIMETAUX, COURBEVOIE, FRANCE: 
1,597,150, CANC. MULTIPLE CLASS, INT. CLS. 6 AND 
9. 
TRETTIN, DOUGLAS F., SEVERNA PARK, MD, DBA 
T.D.M. LACROSSE: 
1,597,631, CANC. INT. CL. 28. 
TRIENDA CORPORATION, PORTAGE, WI: 
2,029,260, INT. CL. 20. 

TRINET EMPLOYER GROUP, INC., SAN LEANDRO, CA: 

2,028,090, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 35, 36 AND 42. 

TROPICANA HAWAII CANDY, INC., HONOLULU, HI: 
2,028,144, PUB. 8-15-1995. INT. CL. 30. 

TRUERISK INCORPORATED, TORONTO, ONTARIO, 

CANADA: 
2,028,651, PUB. 10-15-1996. INT. CL. 9. 
TRUNINGER AG, 4513 LANGENDORF/SOLTHURN, 
SWITZERLAND: 
2,029,085, INT. CL. 7. 
TRUNKS, INC., COSTA MESA, CA: 
1,597,511, CANC. INT. CL. 25. 


MISSISSAUGA, ONTARIO, 
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TSO, INC., BEAUMONT, TX: 
2,028,785, PUB. 10-15-1996. INT. CL. 42. 


TSW, THE SIGN WASHERS, INC., FERNDALE, WA: 
1,597,832, CANC. INT. CL. 37. 
TUCKER, CHRISTOPHER J., AMHERST, NY, DBA 
ROYAL TUCKER ENTERPRISES: 
1,597,535, CANC. INT. CL. 25. 


TUCKER, TRENT, MINNEAPOLIS, MN: 
2,028,174, PUB. 10-15-1996. INT. CL. 25. 


TUFF NUT, INC., PINE ISLAND, MN: 
2,028,914, PUB. 10-15-1996. INT. CL. 6. 


TURBO LAW LABORATORIES, INC., BEACHWOOD, OH: 
1,597,243, CANC. INT. CL. 9. 
TUTTOESPRESSO S.P.A., 21042 CARONNO PERTUSELLA 
(VARESE), ITALY: 
2,028,425, PUB. 9-24-1996. MULTIPLE CLASS, INT. 
CLS. 9, 11 AND 30. 
TWENTIETH CENTURY FOX FILM CORPORATION, LOS 
ANGELES, CA: 
2,028,642, PUB. 10-15-1996. INT. CL. 16. 
TWENTIETH CENTURY FOX FILM CORPORATION, LOS 
ANGELES, CA FROM TWENTIETH CENTURY FOX 


FILM CORPORATION, LOS ANGELES, CA AND 
TURNER PICTURES, INC., ATLANTA, GA: 


2,029,072, INT. CL. 16. 
U.S. BUREAU OF THE CENSUS, WASHINGTON, DC: 
2,028,464, PUB. 10-15-1996. INT. CL. 16. 
2,028,465, PUB. 10-15-1996. INT. CL. 9. 
2,028,466, PUB. 10-15-1996. INT. CL. 16. 
U.S. BUREAU OF THE CENSUS U.S. DEPARTMENT 
COMMERCE, WASHINGTON, DC: 
2,028,469, PUB. 10-15-1996. INT. CL. 42. 
U.S. BUREAU OF THE CENSUS U.S. DEPARTMENT OF 
COMMERCE, WASHINGTON, DC: 
2,028,470, PUB. 10-15-1996. INT. CL. 9. 


U.S. KIDS PRODUCTIONS, INC., CINCINNATI, OH: 
1,597,773, CANC. INT. CL. 35. 


U-CON CORPORATION, CITY OF INDUSTRY, CA: 
2,028,092, PUB. 11-29-1994. INT. CL. 12. 

ULTIMATE LIFE, INC., THE, SANTA BARBARA, CA 
FROM CHILINGERIAN, SAM GERARD, SANTA BAR- 
BARA, CA, DBA SAM GERARD: 

2,028,215, PUB. 10-15-1996. INT. CL. 5. 


ULTRASONIC SYSTEMS, INC., AMESBURY, MA: 
2,029,046, PUB. 10-15-1996. INT. CL. 7. 


UMBRELLA EVENT MARKETING, CARPINTERIA, CA: 
1,597,769, CANC. INT. CL. 35. 

UMPQUA FEATHER MERCHANTS, INC., GLIDE, OR 
FROM UFM II, INC., GLIDE, OR, DBA UMPQUA 
FEATHER MERCHANTS: 

2,029,157, INT. CL. 9. 

UNCLE BEN’S, INC., HOUSTON, TX: 
1,615,046, AM. INT. CL. 30. 

UNICHEMA CHEMIE B.V., GOUDA, NETHERLANDS: 
2,028,105, PUB. 7-2-1996. INT. CL. 1. 

UNICOM THERMAL TECHNOLOGIES, INC., CHICAGO, 
IL: 

2,028,529, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 39 AND 42. 
UNIFORM CITY CATALOG CORPORATION, TAMPA, FL: 
2,028,156, PUB. 10-15-1996. INT. CL. 16. 

UNION EUROPEENNE DE RADIO ET TELEVISION, LE 

GRAND-SACONNEX, SWITZERLAND: 
2,028,214, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9 AND 38. 
UNION GOSPEL MISSION, PORTLAND, OR: 
2,028,621, PUB. 10-15-1996. INT. CL. 42. 
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UNION SUIZA, S.A., BARCELONA, SPAIN: 
1,597,357, CANC. INT. CL. 14. 

UNIONTOOLS, INC., COLUMBUS, OH: 
2,028,501, PUB. 10-15-1996. INT. CL. 8. 

UNIQUE PHOTO, INC., ORANGE, NJ: 
2,029,332, INT. CL. 9. 

UNITED AFRICAN AMERICAN TRADE CENTER, CHE- 

VERLY, MD: 
1,597,689, CANC. INT. CL. 30. 
UNITED CHAIR COMPANY, INC., LEEDS, AL: 
2,029,254, INT. CL. 20. 

UNITED FOOD PROCESSORS, 
ISLAND, CA: 

1,597,638, CANC. INT. CL. 29. 

UNITED FOODS, INC., BELLS, TN: 

1,597,655, CANC. INT. CL. 29. 

UNITED INDUSTRIES CORPORATION, ST. LOUIS, MO: 

2,029,200, INT. CL. 5. 

UNITED KINGDOM ATOMIC ENERGY AUTHORITY, 
OXFORDSHIRE, OX11 ORA, UNITED KINGDOM, DBA 
AEA TECHNOLOGY: 

2,029,120, MULTIPLE CLASS, INT. CLS. 9 AND 41. 

UNITED OF OMAHA LIFE INSURANCE COMPANY, 
OMAHA, NE: 

2,028,327, PUB. 10-15-1996. INT. CL. 36. 
UNITED PARCEL SERVICE OF AMERICA, INC., AT- 
LANTA, GA: 
2,029,189, INT. CL. 39. 
UNITED PRODUCTS, INC., DANBURY, CT: 
2,029,407, INT. CL. 25. 

UNITED STATES DISABLED SHOOTING TEAM, INC., 
ST. PAUL, MN: 

2,028,771, PUB. 10-15-1996. INT. CL. 41. 

UNITED STATES KARATE ORGANIZATION, INC., RIV- 
ERSIDE, CA: 

2,028,298, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 9, 16, 25 AND 28. 

UNITED STATES LUGGAGE COMPANY L.P., HAUP- 
PAUGE, NY: 

2,029,303, INT. CL. 18. 

UNITED VITAMIN MANUFACTURING CORP., BOHE- 
MIA, NY: 

1,597,134, CANC. INT. CL. 5. 

UNIVERSAL BUILDING CONCEPTS, INC., CUMMING, 
GA: 

2,028,892, PUB. 10-15-1996. INT. CL. 6. 

UNIVERSAL CITY STUDIOS, INC., UNIVERSAL CITY, 
CA: 

1,597,519, CANC. INT. CL. 25. 

UNIVERSAL CONTACT LENSES, INC., JACKSONVILLE, 
FL: 

2,028,874, PUB. 10-15-1996. INT. CL. 9. 
UNIVERSITY PERFORMING ARTS CENTRE, INC., 
OVIEDO, FL: 

2,028,459, PUB. 10-15-1996. INT. CL. 41. 

UNIVERSITY RECORDS, INC., WASHINGTON, DC: 
2,028,483, PUB. 10-15-1996. MULTIPLE CLASS, INT. 

CLS. 9 AND 41. 

UPSTATE BIOTECHNOLOGY, INC., LAKE PLACID, NY: 
2,028,193, PUB. 10-15-1996. INT. CL. 1. 

US ONLINE, INC., REDMOND, WA: 
2,029,374, INT. CL. 9. 

US SPRINT COMMUNICATIONS COMPANY LIMITE D 

PARTNERSHIP, KANSAS CITY, MO: 
1,584,662, CANC. INT. CL. 16. 
USA DETERGENTS, INC., NORTH BRUNSWICK, NJ: 
2,028,783, PUB. 10-15-1996. INT. CL. 3. 

USAA INVESTMENT MANAGEMENT COMPANY, SAN 
ANTONIO, TX: 

2,028,363, PUB. 10-15-1996. INT. CL. 36. 
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UTFO, BROOKLYN, NY AND FULL FORCE PRODUC- 
TIONS, BROOKLYN, NY: 
1,597,856, CANC. INT. CL. 41. 
UTILICORP UNITED, INCORPORATED, KANSAS CITY, 
MO: 
2,029,195, INT. CL. 39. 
V.S. CONNECTIVITY SYSTEMS, INC., VENTURA, CA: 
1,597,272, CANC. INT. CL. 9. 
VAGABOND S.P.A., S. MARTINO BUON 
VERONA, ITALY: 
1,597,340, CANC. INT. CL. 12. 
VALENT U.S.A. CORPORATION, WALNUT CREEK, CA: 
2,028,978, PUB. 10-15-1996. INT. CL. 5. 
VALUE LINE, INC., NEW YORK, NY: 
2,028,767, PUB. 10-15-1996. INT. CL. 9. 
VAN HORN DESIGNS, INC., ALEXANDRIA, VA: 
1,597,546, CANC. INT. CL. 25. 
VAW SYSTEMS LTD. WINNIPEG, MANITOBA, 
CANADA: 
2,028,269, PUB. 10-15-1996. INT. CL. 6. 
VC TELEMATICS, INC., SAN FRANCISCO, CA: 
1,597,230, CANC. MULTIPLE CLASS, INT. CLS. 9 AND 
41. 
VECTOR CONSULTING, INC., NORCROSS, GA: 
2,028,527, PUB. 10-15-1996. INT. CL. 42. 
VELLIOS MOTORSPORTS INC., LAWNDALE, CA: 
2,028,716, PUB. 10-15-1996. INT. CL. 19. 
VENTURE CLOTHING INTERNATIONAL INC., BEVER- 
LY HILLS, CA: 
1,597,571, CANC. INT. CL. 25. 
VERIS INDUSTRIES, INC., PORTLAND, OR: 
2,028,824, PUB. 10-15-1996. INT. CL. 9. 
VERITAS MUSIC ENTERTAINMENT, INC., NASHVILLE, 
TN, DBA IMPRINT RECORDS: 
2,028,865, PUB. 10-15-1996. INT. CL. 9. 
VERTEX, INCORPORATED, MOGADORE, OH: 
2,028,741, PUB. 10-15-1996. INT. CL. 17. 
VERTICOMP, INC., HOUSTON, TX: 
1,574,530, CANC. INT. CL. 9. 
VIACOM INTERNATIONAL INC., NEW YORK, NY: 
2,028,590, PUB. 10-15-1996. INT. CL. 42. 
2,028,622, PUB. 10-15-1996. INT. CL. 42. 
2,028,700, PUB. 10-15-1996. INT. CL. 42. 
2,028,748, PUB. 10-15-1996. INT. CL. 9. 
VIASOFT, INC., PHOENIX, AZ: 
2,028,587, PUB. 10-15-1996. INT. CL. 42. 
VICARIOUS, INC., REDWOOD CITY, CA: 
2,028,328, PUB. 10-15-1996. INT. CL. 41. 
VICTORIAN FOOTBALL LEAGUE, JOLIMONT VICTO- 
RIA, AUSTRALIA: 
1,597,521, CANC. INT. CL. 25. 
VIDEOMAKER, INC., CHICO, CA: 
2,028,128, PUB. 10-15-1996. INT. CL. 41. 
VIGORO INDUSTRIES, INC., FAIRVIEW HEIGHTS, IL: 
2,029,236, INT. CL. 1. 
VILLA PRECISION, INC., PHOENIX, AZ: 
1,597,183, CANC. INT. CL. 7. 
VINAL INDUSTRIES, INC., IPSWICH, MA: 
2,028,960, PUB. 10-15-1996. INT. CL. 7. 
VINCE’S ORIGINAL CONEY DOG, MONROE, MI AND 
SPILLSON, CAROLYN A., MONROE, MI: 
2,028,351, PUB. 10-15-1996. INT. CL. 42. 
VISIO S.R.L., BUSSOLENGO (VERONA), ITALY: 
1,597,362, CANC. INT. CL. 14. 
VISIONMARK, INC., SIDNEY, OH: 
1,597,953, CANC. INT. CL. 6. 
VISTA PRODUCTS, INC., SARASOTA, FL: 
2,028,303, PUB. 10-15-1996. INT. CL. 20. 
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2,028,304, PUB. 10-15-1996. INT. CL. 20. 

VITALFORCE, INC., HOUSTON, TX: 

1,597,792, CANC. INT. CL. 35. 

VITAMIN SCIENCE, INC., LOS ANGELES, CA: 
2,029,324, INT. CL. 5. 

VIVITAR CORPORATION, CHATSWORTH, CA: 
1,597,296, CANC. INT. CL. 9. 

VOICE PLUS, INC., NEWARK, CA: 

2,028,254, PUB. 10-15-1996. INT. CL. 37. 

VTECH INDUSTRIES, INC., WHEELING, IL: 
2,029,077, INT. CL. 28. 

2,029,078, INT. CL. 28. 

VULCAN ENGINEERING CO., HELENA, AL, M. W. 
HARTMANN MANUFACTURING CO., INC., HUTCHIN- 
SON, KS: 

1,058,250. REN. 11-25-96. INT. CL. 7. 

W. L. GORE & ASSOCIATES, INC., NEWARK, DE: 
1,597,560, CANC. INT. CL. 25. 

W. QUINN ASSOCIATES, INC., RESTON, VA: 

2,029,182, INT. CL. 9. 
WAGNER, CYNTHIA K., STOCKTON, CA, DBA EAST OF 
PARIS: 
2,028,714, PUB. 10-15-1996. INT. CL. 42. 

WAH YAT IMPORT & EXPORT INC., SAN FRANCISCO, 
CA: 

2,028,099, PUB. 10-15-1996. INT. CL. 30. 

WAKEFIELD ENGINEERING, INC., WAKEFIELD, MA: 
2,028,835, PUB. 10-15-1996. INT. CL. 9. 

WALDENBOOKS PROPERTIES, INC., ANN ARBOR, MI: 
2,028,455, PUB. 10-15-1996. INT. CL. 42. 

WALKER RESEARCH, INC., INDIANAPOLIS, IN: 
1,597,794, CANC. INT. CL. 35. 

WALKER, THOMAS A., GILBERTSVILLE, PA, DBA “A 

TIDY TOWN”: 
1,597,784, CANC. INT. CL. 35. 
WALLFORMS, INC., CHESTER, NJ: 
1,597,615, CANC. INT. CL. 27. 
WALSH, JOAN O., FRUITPORT, MI, WALSH, DANIEL J., 
GRAND RAPIDS, MI, DBA COMMUNICATION CLINIC: 
1,025,237. REN. 11-27-96. INT. CL. 16. 
WALSH, JOHN, LAGRANGE, IL: 
2,029,106, INT. CL. 41. 

WALT DISNEY COMPANY, THE, BURBANK, CA: 
1,597,473, CANC. INT. CL. 21. 

WANG, ROGER H., IRVINE, CA: 

2,029,378, INT. CL. 16. 

WARNER-LAMBERT COMPANY, MORRIS PLAINS, NJ: 
1,597,144, CANC. INT. CL. 5. 
1,597,145, CANC. INT. CL. 5. 

WASTE RESOURCE ASSOCIATES, 
FALLS, NY: 

1,597,926, CANC. INT. CL. 42. 

WATER WEBB INCORPORATED, SANTEE, CA: 

1,597,624, CANC. INT. CL. 28. 
WATERBEDS PLUS, INC., KENOSHA, WI, DBA MID- 
AMERICA FURNISHINGS: 
2,028,724, PUB. 10-15-1996. INT. CL. 20. 

WATERS INVESTMENTS LIMITED, MILFORD, MA, 

WATERS ASSOCIATES, INC., MILFORD, MA: 
1,044,628. REN. 11-25-96. INT. CL. 6. 

WEIDER NUTRITION GROUP, INC., SALT LAKE CITY, 
UT: 

2,029,251, INT. CL. 5. 

WELCOME INDUSTRIAL CORP., NORTH BAYSHORE, 
NY: 


INC., NIAGARA 


1,597,204, CANC. INT. CL. 8. 
WELLBORN CABINET, INC., ASHLAND, AL: 
2,028,236, PUB. 10-15-1996. INT. CL. 20. 
WELLCOME FOUNDATION LIMITED, THE, LONDON 
NWI 2BP, ENGLAND: 
2,028,194, PUB. 10-15-1996. INT. CL. 3. 
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WENDY’S MANAGEMENT GROUP, INC., ZANESVILLE, 
OH: 

1,597,906, CANC. INT. CL. 42. 

WEST COMPANY, INCORPORATED, THE, LIONVILLE, 
PA: 

2,028,838, PUB. 10-15-1996. INT. CL. 20. 

WEST END BLUES, LTD., NEW YORK, NY: 
1,597,601, CANC. INT. CL. 25. 

WESTERN FAMILY FOODS, INC., TIGARD, OR: 
2,028,488, PUB. 10-15-1996. INT. CL. 29. 

WESTERN SIZZLIN CORPORATION, THE, NASHVILLE, 
TN, WESTERN SIZZLIN STEAK HOUSE FRANCHISES, 
INC., AUGUSTA, GA: 

1,049,143. REN. 11-27-96. INT. CL. 29. 

WESTGAARD, SCOTT O., SANTA BARBARA, CA: 

1,597,572, CANC. INT. CL. 25. 
WESTONE PRODUCTS LIMITED, LONDON NW3 6AL, 
ENGLAND: 
2,029,272, INT. CL. 21. 
WESTPORT SHIPYARD, INC., WESTPORT, WA: 
2,028,543, PUB. 10-15-1996. INT. CL. 12. 
WETZONE ENTERPRISES, VAN NUYS, CA: 
2,028,984, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 25 AND 42. 
WHIRLPOOL PROPERTIES, INC., BENTON HARBOR, MI: 
2,029,265, INT. CL. 36. 
WHISTLER ACQUISITION CORP., BOSTON, MA TO 
WHISTLER CORPORATION, WESTFORD, MA: 
1,967,326, COR. INT. CL. 12. 
WHITAKER CORPORATION, THE, WILMINGTON, DE: 
2,029,185, INT. CL. 9. 

WHITE CONSOLIDATED INDUSTRIES, INC., CLEVE- 

LAND, OH: 
2,028,878, PUB. 10-15-1996. INT. CL. 9. 
2,028,887, PUB. 10-15-1996. INT. CL. 9. 
WHITE, EDWARD, DAMARISCOTTA, ME: 
2,029,205, INT. CL. 42. 
WHITE, MARK R., BOXBOROUGH, MA: 
1,553,250, CANC. INT. CL. 37. 
WHITING SYSTEMS, INC., ALEXANDER, AR: 
2,028,110, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 3 AND 7. 
WHITMAN CORPORATION, ROLLING MEADOWS, IL: 
2,029,258, INT. CL. 42. 

WHITMIRE MICRO-GEN RESEARCH LABORATORIES, 
INC., ST. LOUIS, MO, WHITMIRE RESEARCH LAB- 
ORATORIES, INC., SAINT LOUIS, MO: 

1,042,547. REN. 11-27-96. U.S. CL. 6 (INT. CL. 5). 

WHODUNIT DESIGN, INC., HONOLULU, HI: 

2,029,348, INT. CL. 25. 

WICKLANDER PRINTING CORPORATION, CHICAGO, 
IL: 

1,052,179. REN. 11-27-96. INT. CL. 35. 

WIESE VET SUPPLY, INC., BROCKPORT, NY: 

2,029,081, MULTIPLE CLASS, INT. CLS. 5 AND 18. 

WIGINGTON, JERRY, WESTMINSTER, SC: 

1,597,164, CANC. INT. CL. 6. 

WILD ONES - NATURAL LANDSCAPERS, LTD., MIL- 
WAUKEE, WI: 

2,028,343, PUB. 10-15-1996. INT. CL. 42. 

WILDOMAR ROUND UP GROCERY, INC., WILDOMAR, 
CA, DBA ROUND UP DISTRIBUTING: 

1,597,732, CANC. INT. CL. 31. 

WILEN COMPANIES, INCORPORATED, THE, ATLANTA, 
GA: 

2,029,034, PUB. 10-15-1996. INT. CL. 21. 

WILKE, RUSSELL D., REDLANDS, CA AND WILKE, JOY 
C., REDLANDS, CA: 

2,028,395, PUB. 10-15-1996. INT. CL. 25. 
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WILLAMETTE INDUSTRIES, INC., PORTLAND, OR: 
2,028,955, PUB. 10-15-1996. INT. CL. 16. 
WILLIAMS SERVICE GROUP, INC., STONE MOUNTAIN, 
GA: 
2,029,223, INT. CL. 9. 
WILLIAMS, JAY CURTIS, TEMPE, AZ: 
2,028,268, PUB. 10-15-1996. INT. CL. 9. 

WILSON, SANDRA LYNNE, NEDLANDS, AUSTRALIA: 
2,028,191, PUB. 1-30-1996. INT. CL. 23. 

WILSON, STEPHEN R., BOSTON, MA: 
2,028,320, PUB. 5-21-1996. INT. CL. 9. 

WINKLER FORMING, INC., SANTA FE SPRINGS, CA: 
2,029,188, INT. CL. 21. 

WINSTON COMPANY, INC., BIXBY, OK: 
2,028,160, PUB. 10-15-1996. INT. CL. 3. 

WINTICI, 75990 PARIS, FRANCE: 

2,028,126, PUB. 10-15-1996. MULTIPLE CLASS, INT. 
CLS. 7, 9, 38, 39 AND 42. 
WISHER ENTERPRISE CO., LTD., TAIPEI, TAIWAN: 
1,597,269, CANC. INT. CL. 9. 

WOLF PRODUCTS, INC., STATELINE, NV, KOHZ, 
WOLFGANG, ZEPHYR COVE, NV, DBA TAHOE FOTO 
STUDIO: 

1,057,579. REN. 11-27-96. INT. CL. 16. 

WOLF, BRAD, CHESTERFIELD, MO AND PEPPER, 
LAUREN, CHESTERFIELD, MO, DBA EX- 
TRAORDIWEAR: 

2,028,689, PUB. 10-15-1996. INT. CL. 25. 

WOLLERSHEIM WINERY, INC., PRAIRIE DU SAC, WI: 

2,028,259, PUB. 10-15-1996. INT. CL. 33. 

WOMEN WRITING THE WEST, BOULDER, CO: 

2,028,988, PUB. 10-15-1996. INT. CL. 42. 

WONG, WENDELL P., TORRANCE, CA: 

2,029,328, INT. CL. 42. 
WOODCUTTERS MANUFACTURING, 
WALLA, WA: 

1,597,997, CANC. INT. CL. 11. 

WORLD DATA, INC., OMAHA, NE: 
2,028,120, PUB. 3-28-1995. INT. CL. 35. 

WORLD TAE KWON DO ASSOCIATION, MADISON, WI: 
1,597,946, CANC. U.S. CL. 200. 

WOW TOYS, INC., MENLO PARK, CA: 
2,028,927, PUB. 10-15-1996. INT. CL. 28. 

WRITE NOW, SUNNYVALE, CA, DBA CHUKELEA PUB- 
LICATIONS: 

2,028,916, PUB. 10-15-1996. INT. CL. 9. 

WST CORPORATION, HOUSTON, TX: 

2,028,368, PUB. 10-15-1996. INT. CL. 9. 

WYLIE, EVAN M., BREWSTER, MA, DBA FAMILY 

HEALTH PROJECTS: 
1,597,235, CANC. INT. CL. 9. 
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XEROX CORPORATION, STAMFORD, CT: 
2,029,252, INT. CL. 9. 
XUEBAO GROUP COMPANY, HAINING CITY, ZHE- 
JIANG PROVINCE, CHINA: 
2,028,580, PUB. 10-15-1996. INT. CL. 25. 
XYLAN, INC., MADISON, WI: 
1,597,672, CANC. INT. CL. 30. 
Y-TEX CORPORATION, CODY, WY: 
2,028,973, PUB. 10-15-1996. INT. CL. 5. 
YAMAGATA INTERNATIONAL CORP., FORT WORTH, 
TX: 
2,029,178, INT. CL. 42. 
YANG, PETER, HAYWARD, CA: 
2,028,665, PUB. 10-15-1996. INT. CL. 1. 
YORK FOODS, INC., YORK, PA: 
1,545,495, CANC. INT. CL. 30. 
ZANELLI, CLAUDIO IL, SUNNYVALE, CA, DBA INTEC 
RESEARCH CO.: 
1,597,287, CANC. INT. CL. 9. 
ZAZ’S PIZZA INC., PINE BEACH, NJ: 
1,597,675, CANC. INT. CL. 30. 
ZEN FITNESS INC., CHICAGO, IL: 
2,028,308, PUB. 10-15-1996. INT. CL. 41. 
ZENECA INC., WILMINGTON, DE: 
2,029,092, INT. CL. 1. 
ZERO DEFECTS, NEWPORT BEACH, CA: 
2,028,494, PUB. 10-15-1996. INT. CL. 25. 
ZEVALLOS, LILLIANA, VERNON, CA: 
2,029,024, PUB. 10-15-1996. INT. CL. 25. 
ZIMMER, DOUGLAS J., DELTONA, FL FROM GRIMM, 
PATRICIA E., DELTONA, FL: 
2,029,379, INT. CL. 9. 
ZOHAR, ERICA W., MIAMI, FL: 
2,028,261, PUB. 10-15-1996. INT. CL. 25. 
21ST CENTURY FOODS, PLEASANTON, CA: 
2,028,452, PUB. 10-15-1996. INT. CL. 30. 
222 TRADING CO., INC., NEW YORK, NY: 
1,597,434, CANC. INT. CL. 18. 
3174085 CANADA, INC., TORONTO, ONTARIO MST 2G7, 
CANADA: 
2,028,930, PUB. 10-15-1996. INT. CL. 3. 
608421 ONTARIO LTD., OTTAWA, ONTARIO, CANADA, 
DBA STONEX CONCRETE PRODUCTS: 
1,597,437, CANC. INT. CL. 19. 
7-11 POOL PRODUCTS, BURLINGTON, VT: 
2,028,429, PUB. 10-15-1996. INT. CL. 19. 
7TH LEVEL, INC., RICHARDSON, TX: 
2,029,193, INT. CL. 28. 
99M CORPORATION, MARKHAM, ONTARIO, CANADA: 
2,028,617, PUB. 10-15-1996. INT. CL. 9. 
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Thank you for 
aes (expiration date) your order! 


Mail To: Superintendent of Documents 
P.O. Box 371954, Pittsburgh, PA 15250-7954 


Important: Please be sure to include this completed order form with your remittance. 








Superintendent of Documents Subscription Order Form 
*5605. 


(J YES, enter subscription(s) to Official Gazette of the U.S. 
Patent and Trademark Office: Trademarks (OGT) for 
$460 per year (°575 foreign). 


The total cost of my order is * . Price includes regular shipping and 
handling and is subject to change. International customers please add 25%. 


Company or personal name (Please type or print) 


Additional address/attention line 
Street address 

City, State, Zip code 

Daytime phone including area code 


Purchase order number (optional) e 
ax 
For privacy protection, check the box below: your orders 


Q Do not make my name available to other mailers (202) 512-2250 


Check method of payment: Sin 
Q) Check payable to Superintendent of Documents your orders 


QGPO Deposit Account []T]11111/-[] (202) 512-1800 


QVISA OMasterCard 


SSHPRNAKTHST BES See oe 


Thank you for 
ee Oe (expiration date) your order! 


Authorizing signature 
Mail To: Superintendent of Documents 
P.O. Box 371954, Pittsburgh, PA 15250-7954 


Important: Please be sure to include this completed order form with your remittance. 














U.S. DEPARTMENT OF COMMERCE 
Michael Kantor, Secretary 


PATENT AND TRADEMARK OFFICE 
Bruce Lehman, Commissioner 


—— 


